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The Second Cire"iit's.: decision.... ! 0 l·~,j eel t hc "l"~ n711:1 siv e 3.t1v n c' ", {'\.," c'f Y'l(l~ 'e j ',.\ 'n d. . , , ." - J . J I ., ,c. I e
Ih11d nlld downpby !wcondg ry factors Jl1ny slCl11 7]1 p,nT frolll the f:d Ibtt' two
mcmbers Of.ll.le SlljWCnJC court. recently faullc.:rJ lhc lISC of SULh hI'" '<- (1 y'a'.--, d J., I)

p;)tcnt-traJllcd di.~tl·ict court. judge) to uphold thc v<lIidhy of ..... "'tt"'Tlt (""c R...... tl' .11
• f.:L I P "-- • l.,.'C \ "'.I. .....Il.-l

Corp. v. Plantronics, Inc., No. 76-148, cert. (lellicd .l2/6/7h, 307 P reJ A -:-9.

( ' tJ ,0.
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UNIFORM GOVERNMENT PATENT POLICY BILL GIVES ,.:~ ~,:,', ','.'
CONTRACTORS "DEFEASI13LE TITLE" TO INVENTIONS: "> ...... I .. ,

I " • • • • , • • • I!' ~:.. • .•" '. ':... :., : :.. '.}'."'. : c. ~.1 : l t .. t 4

," '. As reported last week ('321 p-j-CJ A-6), icgtslation aimed at'c~5t;Ji)li~11in~a 'uniform Gov­
crmncnt patent policy was introduced April 6th by R~l)TesentativcRay Thornton (D-Ark.),
Chairman of the House SubcommiU cc on Science, Research, & Teclmology. It R. 6249, the
"Uniform Federal Research ;md Developmcnt Utilization .Act of 1977," denls with the :Jlloca­
tion cif righ~(rcsultin&, fr~mfcdc rn llyJuntlcd ):cscn rcll and development contracts, licetlsing
of Govcrnme~t-own~dpatents" andlhe rights o(9 ove rnmcnt cmployees~vith respect to il1-

vc~;~~~:s~·.. J '~:~: '~;~:~-r~' r.,~' .:;f/:- ~., -' ;:~~ ;~.'~ :,~,,;~ t. i'~:;: ,~:~ ::' "; i '. ;" ~ .':: .. ,:.' . '; :, ~"" ~ '.

:': ~ '."', One of the clrlef purposes of the bill; though not spelled out, is to eliminate the. ~loud
-'~ov~i curreht'patclit 'policies"resulting' from the·'celebrated Public Citizen cases. -. See 233",-,

..:,,·:-,,;,PTCr,A-5j,' 250PTCJ A,:"19,,259 PTCJA"-l.··',,:The thrust of those cases (dismissed (or lack of-:;,
~''':: standing) was tl1at only the Congiess - ...·not the Exc'cutive bl-anch- -has the constitutional aU-
. thority.to· establish Govel71ment patent policy:~,~:::;) ':":~' :~, ..:.~\ _~',~ :'! .~,:~,:~ti :,:i,- ;> . ,_,',: ,':i.;~'

'.,"./ .• :~ :...• ,'•.•. ,'.~ ~.'" :"'~ •. j~. :_.... , ":.~':.... ,l; .. " ~;:....:= ::.~ .: .. ~ ".. ' ... ~.,:, .. ;.'•.'. ," J ....... -" ... ' .
•; '." ..:.. ',' .:,: ';. ·:i. ,'j,', '·:.··.1 ".' Allocation of Rights " <" ,'_,'. : ~", ~ ,,: . 'j

.. - . ";;~: '..: t··· ~; . ... ".• ' ..:i¥"·~..~; ~>...... ..: "':4':. ~ •.". q.'

.; ; TIle proposed legislation provides, in Section 311, that' the allocation of property rights
in subject inventions' ("subject invention" is defined in Section 511 (f) as any invention or dis-

· covery of the contractor conceived or first actually reduced to practice in the course of or un­
dcr a contract) ,shall be determined by ·:'uniform regulations, issued by the Administrator of
General Scrvices,' aDd the Secretary of Defense, employing a single patent rights clause. ,t

Under "Section 313,'the Govenm1cnt acquires title to the invention only if the contractor de-. .
cides not to file a pat~nt application..;--;-(111e· contractoT:l11Ust first file a declaration of intent--·

·to commcrcialize or disseminate the tec1mology, however.) 'Otllei-wise, the contI~actor ac­
quires "uefcasible title·!;-, and the Government gets a nonexclusive, nontransferable, iri'evoca­
bIe, paid-up 1icense;~.':[··' ': :':' ~< --::.~ :]'':':::: .;!;;:; ',::~.:.. :'-': :, ..; ,.:,' ,.: ~ '.;:.::, _',:":',.1 .,-~

'. !: ..~:. -J~" .';.:J r .-. '" ::~...... :·:r·· r~! 1;~·.!: - ... --~ .... ~ .. - .-.t.'

Sections 313 (a) (2) (C) and (D) grant the Gov-ern~;~~i tile a'~tho~it)r,t~ '~equire thcii:on:"
tractor to license its invention if, within a reasonable time, effective steps are .not· taken to
achieve· practical app1ication~ofthe'. inventiont or if necessary to alleviate heal~h; safety,- or,..-­
welfare needs which are not reasonably satisfied by the contractor.' . If the exclusive rights

'in the contractor have tended substantially to lessen competition, the Goyel11ment may also
,require the. contractor to license its: invention.'-, Further; if the contractor, upon request, re­
fuses -to 'g rant 'such a ,license, - thc· Govemment. ha s, the power to unil alerally.license thc' sub'::." -_. ,

: ject invcntion.. :. Under Section 313 (a)(2){E)" the Government has the right, ten years from
· the-aate the invention"was made Or seven'years froni. first public use'or sale inthc· United,---...,-- .­
States, to reassess the situation and require the contractor to license its patent if this would
best" support the overall purposes of the Act•." (Undt?r, §315 (a) this period can be. extendcd by

.the agency following public noticc, etc.). Any personadvel:sely aCfected bya Federal agency
determination under Section 313 (a) (2) (C) (D) or (E) may file an appeal in the U. S. Court of

· Claims. >. Each :lgency can" specify terms and conditions'.'. of a license (such as pennissible ..
royalties) and can deviate on a case-by-case·basis from the single patent rights ·clause if
notice of the deviation is published in the Federal Register:{§§315. (c) and (d». -.,-:

... .' ~ H~ ...... 1' _) • ~ ..... '":... .' ~ t :
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. .~ .FOREIGN ~EGISTRANTFOUNt> TO HAVE
ABANDONED TRADEMARK BY NONUSE

Copyrignt @1977 by THE llUREAU OF NATIONAL AFFAInS. INC.• WiJsninlJ1on. D.C. 20037
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. On the sUbject of inventions made hy Government employees, th.e bill authorizes. each
geney to set its own policy subject to prescribed ruks and regulal,ions issued by the Cummis­

sioner of Patents and Trademarks. Generallv, however, under Section 3::!2 (a), the Go\,cmlncnt
takes title to thmw inventions Wll icll bear it ;dat ion to the duties of the cmployec - inventor, or
are made in consequence,of his t'mployment. Where the invention is not related to the employ­
ee's dutics, the empJoyee is entitled to rCt;} in rights in the invention, subject to the Government's
nonexclusive, n~lHrnnsferable, irrevocable, p3id-up Jicense. l\fonctary incentive ilwards for
employee inventions arc permitted under provisions oi Section 326. In cases where the Govern-

,ment acquires title to the invention, S~ction 327 perm ~ts tbe Governll1ent agency to sha re with
'the employee any income derived from licensing agreements. Under Section 322 (Ct, employees
can also be awai"ded foreign rigbts in countries where the Government elects not to seek patent
protection.

• f' .. ..

P. A. rio Produits et Appareils de'Deaute (P. A.B. Produits). a French corporation, was
issucd the trademark "PAB" in 1970 on the basis of ownership of an existing Frcnch regisn-ution
for cosm~tics and toHetry preparations. Petitioner, Satinine Societa (Salilline) also produces

rious cosmetic and toilctry items at its factory in Italy and sells them in containers bearing
the mark "PAll." Satinine wants to export its products into the United States, but its application
to register the mark "PAll" WaS refused by the 1"1'0 in view o[ 1'.1\.13. PrCJduits' registration.
Alleging that P. A. no PI"oduits had abandoned its U. S. registration, Satininc filed a cancellation

,petition"

, While treaty provisions afford foreign applicants a procedural advantage in procuring
aU. S. trademark registration without actual use in this country, once the regiStHltion is ob­
tained, "the foreign registrant is subject to the same treatment and cone! itions which prevail in
connection with registrati,ons based on use in the United Stateso" Applying this principle, the
Trademark Trial and Appeal Board holds that a foreign registrant's nonUse of a mark for more
'than two years warrants cancellation of thc registration on grounds of abilndDnmento (Satinine
Societa in,nome collettivo di S.A. e.M. Usellini v. P.A.B. Produits et Appareils de Beaute,

1.2/17/77)., '. .; ~ .. -".l f .. . ' • .,: • ' .•

Title IV of the Act (Section 401) specifically authorizes federal agencies to grant non­
exclusive, excllisive, or partially exclusive licenses under Government-owned patents. The
licenses can be royalty-bearing or royalty-free. However. Section -104 (a) permits such licens­
lngonly if, after public notice and opportunity for filing written objections, it is detei-mined
that the interests of the Government will best be served by the proposed license. The proposed
terms and scope of exclusi vity may not be any greater than reasonably necessary to prOVide

" .., incentive for b.ringing the invention to practical application. In addition. the Government reta ins
'':,.::the power to tenninate any license or require further licensing aftcr three years if the license
'has tended to substantially lessen competition.

Authority to coordinate a program for the domestic and foreign protection and licensing
of federally-owned inventions is vested in the ~ecretary 'of Commerce. The Administrator of

, General Services is authorized, under Section 403, to promulgate regulations specifying'the
t.erms and conditions upon which any federally owned invention may be licensed.

H. R. 6249 bas been referr.ed jointly to the Committee on the JUdiciary and Science and
T~chnology. The text of the bUl appears at page D-l.

.'
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BILL INfRODUCED TO PROVIDE FOR
UNIFOHM GOVERNM ENT PATENT POLICY

rO, I ,:. :.~::~ ~

.~. ,.• ,...... ' ·Moreover. both the extended single term of copyright and the "termination" right
:::: .'."' created by §203 of the new statute will by its terms apply only to works created on or
:'~ ;.; . after January I, 1978. Those works which on that datc are in their original term of

cop}rright - i. e., all those that have been published and copy r}gbted since January I,
• ';1i : 1950, estimated to apprOXimate 6,000, 000 (S. Repr. 1\'0, 473,. supra, at p. 122) - \'ii11

continue to be governed by a rencwal provision (§304[a)) which is in all respects idcnti­
cal with the present §24. Consequently, adoption of the 1976 Act has in no sense ren-

<. : ~<}!._:dercd academic the legal question which this case presents. Instead, it is one that,
:""':. until finally resolved by this Court. will be with us well into the twenty -first century •

. [End .text] .' .. ";".: .;,

. n, H. 6249, n bill to establish a uniform patcnt pol icy for" inventions resulting frotn
federally funded research and development, W~lS introduced by Representative Ray .Thol"nton

. (D- Ark. ) on April 6th. TIle bill was refcrred to both the judiciary a)D Science &: TechnoIof,ry
Coml\littcc~s, "It is time," said Thornton, "for the CO:1grcss to (:~erci~e its constitUtional
responsibility to rrotect the N~tion's scientistR and inventors 3ml the puhlic ,vhich ultimately
is the bcncficinry of technologiCal innovations.OIl

The "Uniform Pedcral Research and Developmcnt Utilization Act of 1977," bcsidcs
providi ng Jor the <IHnen lion of rights resulting fro,lll f(:der<.I) Iy runucd 7cs:~Hch•. is a Is? de~

signed to permit early developmc:nl :lnd comn·1CJ:cw) use of the n~su)1ll1~ 111VenllOns, '111Ornton
5~id•.

~ holltH1 by the pt-ior assignment of film dghu;, 379 F. Stipp. 723." 183 USPQ 592
'. (SONY }97,'I), 191 PTCJ .A - ~, the court of .1P\W,l ~s dctt'fll1 ilwd t11 :It the ve~t i ng of rcnewed
copyright In the tlovellhd HoI prcvent the Pl"O!H')C!Ol" of the l",)Pyrightc(\"l!crivative film from
using "so l1H1dt of the underlying work as alr<~"dy Iwas] em\)odied in the liillll)." F.2d
~_., 192 USPQ 545 (CA 1977), 313 PTC] A-IS. .

~.' .:. .' 1110 petitioner maintains tlu t the RtatU!Ory su~cessor of a decc:lsetl auth'or obt:lins a
"new c~tatc" that is "frce of, amI tllwncumbel"cd hy, any grants m~Hte by the author dUl.-i1H!
his lifctill!c, II Any grant of rights by the autho!" ~Hectil1g the renewal "must of necessity be

.. whoHy ineffective when rtlle renewal] expectancy is cut:off by thc death of the grantor lh:ior
;; to the date when the right to rcnew accrucs. .. . ..

. [Text] Within recent mo[]th~ Congress h~s ndoptcd the Copyright Rcvision Act of
1976 (90 Stat. 2541) L298 I~TCJ 0- 1] and in .so doing h11..<; enacted a wholly new plan for the

. prot"e"ction of.authors and their families. This new plan ill\'olves but a single terri~ of
.. ~. copyright that is to continue fOl" the life of the author plus 50 years <lfter his death, re-
'. ~ '. placing the concept of an initial term of 28 years and a renewal term of an additional :-::.:

. ..' 28 years which was embodied in the 1909 Act. Included in the new statute is a provi'sion
which, for the first time, creates a ri,ght on the part of an authol- or, if he be deccC!.sed,
his family, to terminate any grant of rights under the copyright between the 35th and
40th year following the date of execution of such grant, subject to the prOViso that duly
RuthorizcQ derivati\te works may continue to be utilized after tennin3.tion of the grant
takes place (§203). . . ..

" ,:".' ,;'. However, Congress has made it clear that the provisions of the new §203 - \\Il11ch will
...':.:;': ~ firRt become operative in the year 2013 - represent a marked departure from the past

. and are dcsigned not to codify existing.law, but to change it radically. S. Rept. 1'0. 473~

~t. 94th Congo 1st Sess. at p. 108 (1975), .They reflect what is there denominated as "it
" '. '::' . practical compromise" - one that has been said to be an 2.ttempt "to balance the interests·
. . . of individual authors and their transferees in a fairer wav than tbe prcsent renc\\'t:!.l 01'0-

visions" (emphasis added). Second SUpplcl11cmary Report of the Register of Copyrights
on the Ge:1eral He\'ision of the .u,S. Copyright Law~ 1975 Revision Bill, October-t:Bcem-
ber 1975, ch. Xl, p. 10. :. .

--~-----~-~._._..._~_ .._.....,.....,...-------_._._-------
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It is of serious concern to me tJ13t the legislative branch has failed to act to estnblish
a mechalJislll 'whereby the fruits of federally sponsored research and development can
move forwanJ willI the researcher confident that his rights arc protected under a unifonn
policy., Agency-by-agency detct'min,ltions have hoth dctel'red inventive undertakings. by

. individuals and cost IlIC American public tJle price of needed sciemific am! technologIcal
advances.

........ ; .

, Article i, section 8, states tJwt it is 1l1C responsibility of the 'Government, "to promote
the progress of sCience and useful arts by securing for limited times to authors and im'en­
tors the exclusive rights to their respective writings and discoveries." Notwithstanding
that mandate, over Ille years. patent policy has deveioped primarily on an agency-by­

.agency basis, resulting in many varieg and often confusing executive directives, legisla-
tive mandates and regulations. '

Determining patent rights when an invention is the result of federally funded research
has become increasingly complex. The ,allocation of rights, however, has bee'n under
ca'reful scrutiny by several commissions and study groups for at least 30 years. It is n
result of their ,efforts an!,! conclusions that. this legislative initiative 113s been undertaken.
In addition to establishing n uniform patent policy for tJle allocation of rights, a primary

.. emphasis of tJl!S legislation is to permit tJle early development and commerCial utilization
of reSUlting inventions.' 11ICse goals and consistent with pUblic interests. enhancing the
probability that useful inventions will reach the marketplace to benefit the public as well
as the individual inventor.

:' , "Marcl;-in" rights have been incorporated in tile legislation to allow 1l1e Federal Govern­
ment to order licensing of a patent where useful inventions arc not being actively pursued
to commercialization, or to meet other pUblic interest considerations. In addition, in the
absence of a decbration of contractor interest, tJ1C Federal Government acquires title for
use by the pUblic.

Mr. THORNTON. Mr. Speaker, the bili I am introducing today is primarily to estab­
lish a uniform Federal system for management, protection, and utilization of the results

., .. of federaily sponsored scientific and technological research and development.

The issue of a balanced; equitable, and uniform Federal patent policy, al;d the result­
allt procurement and licensing practices and 1l1eir economic impacts have been of conti­
nued importance to the Federal Government since 1l1e framing of our Constitution.

TI1U~, the bill inCludes "ma rch in" I:ights 10 ,lliow 1l1e G(;vcrnmcilt to order licensing
III patcnt if useful inventions aren't being actively pursued to commercialization. 1\101'''.

%vcr. absent a dcc!a)'ation of eontractor interest, the Governnll'llt wouid acquire title for lise
py Ilw public. '

Emphasizing tlle need for an overall federal policy, Thornton pointed ollt that peltent
policy has developed primadly on an agcncy-hy-agt'"cy basis. often ,'esulting in varied ami

'confusing directives, legislalioll. and regulations. ",\gency-by-agency determinations have
both deterred Inventive undertakings by individuals and cost the American public the price of
/leeded scientific and technological advances." '. "

Determining patent 'rights under federally funded research has become increasingly'
complex, Thornton stated. but the subject has heen under careful study by several commis­
sions and study groups for at least 30 years. H. R. 6249 is tllC result of tJleir effons and con.
clusions; tlIC bill :'evo]ved" from considerntion of years of study and reflects tlie assistance
of individuals in both the pl\bJ~c and private sectors, he said.

The text of 11lOrnton's floor remarks (Cong. Rec., H3i.J9, 4/6/77) appears below.
'Ille bill itself, which had not been printed as PTC] went to press, will appear in a subsequent'
issue. ' '

[Text]

',; INTRODUCTION OF UNIFORM FEDERAL RESEARCH AND DEVELOPMENT
." -,' UTILIZATION ACT OF 197)

., ....

;' ..
_. " .. -:-:,:

. ". .
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i 1111s Is n problem with both substantive' allli Pl'occ(\unl1 issu~$. The fonner require
careful consideration by the scientific ~lnd tcchnl)logk~\1 comlllunity, the bller drcbest

/considered by patent experts dealing with thc jtltlid~ll ~ystem. .

/ Thirty yeJ.rs of study have provided the neces:;ary data to write mcaningfuI and jUdi­
.. dous lcgislmiori. It is time for t.ll e Congress to cxercise its cons Ii tu tion<l J rcsponsibil­

}. ity to protect the Nation1s scicntists and invcntors <lilt! the pubUc which t1llilllately is th~
f. .. beneficiary of tcchnological innovations. .

.':'j •

.•' 'Illis legislation evolved froln careflll consideration of the results of ycars of Rludy
i• and rcflects the unselfbh and time consuming assistance of many individuals in both the
j public and private sectors. Members of the Committee on Government patent Policy.

J
f formerly under thc Fcdcrnl Coordin~tingCouncil for Science and Technology ;:md cur-
. '" rently under tIle Federal Coordinating Council for Science. I~l1ginecring, and rrcchno] ­

fOgy's Committee on Intellectual Property and Infol-mation were espccblly helpful in
~ consultation on their findings and potentials for legislative action. [End Text] .
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"Ir'a reissuc application is filed as a result of new prior drt with no chal1ges in
thc· claims or spccificalion amI the cxamin<.:r finds the claims patcnwble OYet· the new
art, the npptication will be rejected as lacking statutory h.... sis for :J rciSSllc..l. ~ince

35 U. S. C. 251 docs not aUlhoriz~ reissue of a patent UllleSS it is dccmc~d wholly or
p;Jrtly inopcrative or invalid. llowcvcr, the record of prosecution of the reissue will
indicate lhnt the prior art has been considered by lhe cX;lll1iJlc.T. "

:....... '

." ,

FILING OF REISSUE APPLICA TlONUNDER NEW PTO RU LES
FAILS TO CONVINCE COURT TO STAY INFRll'::GEi-.1ENT SUIT

A patentee's "bid to stay an infringement suit on t11~ cve of trial, so thnt he can avail
. himself of the reissue mechanism provided under the new PTa rules (314 PTC} A-l,. D~l),
meets with failure. While the U. S. District Court for Delaware would like to have tithe bcne­
fit of the PTO's expertise, .. and would be inclined to grant a stay if t.he reissue procedure had
been available sooncr, at this "late stage" .the benefit of PTO input is "outweighed by the addi­
tional delay involved." In a companion ruling~ the coun bulds tlla t a fraud defense raised by
the alleged 'infringer is equitable in nature, and that the patentee is not entitled to a jury trial.
(General T~re & Ru~ber Co. v. Watson-Bowman Associates, Inc., 3/28/77, 3/29/77)

No Stay Pending Reissue (3/28/77)

"General Tire initialcd this suit in 1972. claiming tJ1atWatson-Bowlllan infringed two
of its patents. Watson-Bowllian's defense is based. in part, on allegations that Genern lis
guilty of unclean hands and iJ/cquitable conduct in connection with the prosecution of t.he
patents. After years of extcn sive discovery and a number of coun rulings on mOlions, t.he
case was scheduled for a bench trial commencing April 18. 1977. Howevcr, on r;ebruaq'
22nd, General moved to stay the proceeding pending the finel1 outcome of proceedings in .the
Patc.nt and Trademark Officc which it had instituted pursuant to new PTO rules on reis$ue
applications. The ncw rules allow a patentee to seck reconsideration of his patent in vIew of.
prior a rt or other information relcvant to pntcntability which wa? not previously considered
by the PTO. Watson-Bowman opposed the stay.

Senior Judge Wright states that the &'Tant or dChiaJ of a SlaY is addressed to lhe court's
'discrction. "As with any exercise of discretion, the court must balance tJ,c ~qllitics pre­
sented by the particular set of-facts." After examining the impact of the new rules on the
issues involved, the court concludes that the intercsts of justice will not be served by delay­
ing the trial any further•

. [Tcxt] TIle noticc of adoption of the new rules II: * '" described the potential outcomes
of [reissue] upplicntions as follows: ... .


