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The Sceond Circnit’s decision to riject the "persunsive advoeicy™ o fj,“’ o } o HnLd
Hand and downpl: ay secondary factors may stem i part from the faet (hat (v
meinbers of ihe Supreme Court recemly faulted the use 6f such factors (by a

oo patent-traincd district court judge) to vphold the validity of a patent. Sce Reanwell '
i) ' Corp. v. Plantronics, Inc., No. 76-448, cert. deniced 12/6/76 307 PYC] A-9. o l
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" As rchrted last wer.k (324 PICJ A-06), lcgtqlduon anncd at’ c;tshhqhmg a uniform Gov-
ernment patent policy was introduced April 6th by Representative Ray Thornton (D-Ark. )s
Chairman of the House Subcommitice on Science, Rescarch, & I’cclmo!ogy H. R, 6249, the
"Uniform Federal Rescarch and Development Utilization Act of 1977, deals with the alloca-
tion of rights’ 1c.5u1L1ng from federally-funded rescarch and dcvclopment contracts, hcensmg
of Govclnment -owned palcnts, and the nghts‘of Govcmmcnt cmployccs wnh rcc,pcct to in-
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' '-""' " One of the chief purposes of Lhe b111, though not spelled out, is to ehmmate the. Lloud
““over current patéiit policies resulting {rom the-celebrated Public Citizen cases. - See 233
- PTCI'A-5; 250 PTCJ A:19, 259 PTCJ] A-1.~~The thrust of those cases (dismissed for lack of B
“standing) was that only the Congr ess~-not the Executwe b1anch-~has the consutuuonal au-

thorlty tor estabhsh Govemment patent pohcy.“"’-

L "-A-‘-'-'"'”- (R AT Allocatlon of Rights e RN R T
o The pr0posed 1cg191a110n prowdes, in SGCUOH 311, that thc allocauon of property xlghts
in subject inventions ("subject invention” is defined in Section 511 (f) as any invention or dis-
" covery of the contractor conceived or first actually reduced to practice in the course of or un-
4 der a contract) shall be determined by “'uniform regulations, issued by the Administrator of
: "General Services, and the Secretary of Defense, employing a single patent rights clause, "
Under Section 313, the Government acquires title to the invention only if the contractor de~ -
" cides not to file a patent application.-~(The contractor:must first file a declaration of intent---
to commerc:lahze or disseminate the technology, however.) Otherwise, the contractor ac- ,
- quires "defeasible title"; and the Government gets a nonexcluswe, nontransferable. ir 1ev0ca—-
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Sectlons 313 (a)(2)(C) and (D) grant the Government the authorlty to requn-e Lhe con-
‘tractor to license its invention if, within a reasonable time, effective steps are not taken to
achieve practical applicationof the invention; or if necessary to alleviate health; safety, or— - -
welfare needs which are not reasonably satisfied by the contractor.. If the exclusive rights
' in the contractor have tended substant1ally to lessen competition, the Government may also
_require the contractor to license its invention..:Further; if the contractor, upon request, I e-
- fuses+o grant such a-license, -the Government. has.the power to unilaterally. license the subz —
. ject invention.’. Under Section 313 (a) (2) (%), the Government has the right, ten years from
“'the-date the invention was inade or seven-years from first public use-or sale inthe United- .. .-..
.. States, to reassess the situation and require the contractor to license, its patent if this would
“best support the overall purposes of the Act...(Under, §315 (a) this period can be extended by
¥4  the agency following public notice, etc.).Any person-adversely affected by a Federal agency
w4 - determination under Sect1on 313(a)(2){(C)(D) or (E) may file an appeal in the U. S, Court of
i Claims.® Each agency can "specify terms.and conditions". of a license (such as permissible -
.royalties) and can deviate on a case -by case basis from the single patent rlphts clause if
nomce of the demauon is pubhshed in the Federal Reglster (§§315 (c) and (d))
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On the subject of inventions made by Government employees, the bill authorizes each

gency to set its own policy subjcct to prescribed rules and regulations issued by the Commis-
sionexr of Patents and Trademaxks, Generally, howcever, under Section 322 (a), the Goverument
takes title to those inventions which bear a relation to the duties of the cmployec-inventor, or
are made in conscquence.of his employment. Where the invention is not related to the employ-
ee's dutics, the employee is entitled to retain rights in the invention, subject to the Government's
nonexclusive, npmransfemble, irrevocable, paid-up license. Monctary incentive awards for
employce inventions arc permitted under provisions of Sccrion 326. In cases where the Govern-
“ment acquires title to the invention, Section 327 permits the Government agency to share with
‘the employee any income derived {rom licensing agreements, Under Section 322 (C), employees
can also be awarded forc1gn rights in countries where the Government elects not to seek patent
protection,

~d
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Title IV of the Act (Section 401) specifically atlthOI‘lZGS federal agencies to grant non-
exclusive, exclusive, or partially exclusive licenses under Government-owned patents. The
licenses can be royalty-bearing or royalty-free., However, Section 404 (a) permltS such licens-
ing only if, after public notice and opportunity for filing written objections, it is determined
that the interests of the Government will best be served by the proposed license. The proposed
terms and scope of exclusivity may not be any greater than reasonably necessary to provide
incentive for bringing the invention to practical application. In addition, the Government retains
‘the power to terminate any license or require further llcensmg aftexr three years if the license
‘has tended to substantially lessen competition, . : .- . -

Authority to coordinate a program for the domestic and foreign protection and licensing
_of federally-owned inventions is vested in the Secretary of Commerce. The Administrator of
- General Services is authorized, under Section 403, to promulgate regulations specifyi lng ‘the
terms and conditicns u;Jon which any federally owned invention may be licensed.

H. R, 6249 has been referred jointly to the Committee on the ]udxcaary and Sc1ence and
Technology. The text of the blll appears at page D-1. .
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- FOREIGN REGISTRANT FOUND TO HAVE S UL T PR
ABANDONED TRADEMARK BY NONUSE e A ' o
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WIuIe treatly provisions afford foreign appllcants a proceciural advantage in procuring
au.s. tradcmalk registration without actual use in this country, once the registration ts ob-
‘tained, "the foreign registrant is subject to the same treatment and conditions which prevail in
connection with registrations hased on use in the United States, ™ App]ymg this principle, the

" Trademark Trial and Appcal Board holds that a foreign registrant’s nonuse of a mark for more
‘thantwo ycars warrants cancellation of the registration on grounds of abandonment. (Satinine
- Societa in.nome collettivo di S. A, e.M., Usellini v. P.A.B, Prodmts ct Appaletls de Beaute,
GRAT/TI) L e S
P.A.B. Pmdunts et Appa:e:lq de Bcaute (P.A.B. Prodmtq), a l"rc*nch corporation, was
" i1ssued the trademark "PAB" in 1970 on the basis of ownership of an existing French registration
‘for cosmectics and toiletry preparations, Pctitioner, Satinine Societa (Satinine) also produces
"~ various cosmctlc and toiletry items at its factory in Italy and sells them in containers bearing
f the mark "PAB,' Satmmc wants to export its products into the United States, but its application
“to register the mark "PAB" was refused by the PTO in view of PLALB. Produits® registration,
AIICgmg that P, A, B. Produits had abandoned its U. S. registration, Satinine filed a canccllation
- petition,
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m bound by the prior assignment of film rights, 379 F. Supp. 723,.183 USPQ 592
SDNY 1974), 191 PTCJ A-4, the court of appeals determined that the vesting of renewed
copyright in the novel did not prevent the proprictor of the copyrighted derivative film from
using "so much of the underlying work as already fwas] embaodied in the [film}. ™ F.2d
» » 192 USPQ 545 (CA 1977), 313 PTCJ] A-18, : —

- B . . <

.* . 'The petitioner maintains thut the statutory successor of a deceascd author obtains a

. "new estate” that s "frce of, and uncncumbered by, any grants made by the author during

- his lifetime. " Any grant of rights by the author alfecting the xenewal “must of necessity be

.. wholly incffective when [the renewal] expectancy is cut,off by the death of the grantox i)'l:ior

..; to the date when the right to renew accrues. ” - i

.. [Text] Within recent months Congress has adopted the Copyright Revision Act of
1976 (90 Stat. 2541) [298 PTC] D-1] and in =0 doing has cnacted a wholly new plan for the
protection of .authors and their families. This new plan involves but a single term of
copyxight that is to continue fox the life of the author plus 50 years after his death, re-

* placing the concept of an initial term of 28 years and a rencwal texrm of an additional -=:
28 years which was embodicd in the 1909 Act. Included in the new statute is a provision
which, for the first time, crcates a right on the part of an author or, if he be deceased,
his family, to terminate any grant of rights under the copyright between the 35th and
40th ycar following the date of exccution of such grant, subject to the proviso that duly
authoxized derivative works may continue to be utilized aftex termination of the grant
takes place (§203). I . :

S However, Congress has made it clear that the provisions of the new §203 - which will
fot - fivst become operative in the yeax 2013 - represent a marked departure from the past
. and are designed not to codily existing law, burt to change it radically. S. Rept. No. 473,
v - 94th Cong. lst Sess. at p. 108 (1975). They reflect what is there denominated as "'a
practical compromise” - one that has been said to be an attempt "to balance the interests.
. of individual authors and theix transferees in a fairexr way than the present renewal pro-
i . visions" (emphasis added). Second Supplementary Report of the Register of Copvrights
on the General Revision of the U.S. Copyright Law: 1975 Revision Bill, October-Decem-
ber 1975, ch. X1, p. 10. : C

i oo . Moreover, both the extended single term of copyright and the "termination" right

i .. created by §203 of the new statute will by its terms apply only to works created on or

: - after Janvary 1, 1978. Those works which on that date are in their original term of

; copyright - i.e., all those that have been published and copyrighted since Januaxy 1,
i - 1950, estimated to approximate 6, 000, 000 (S. Rept. No. 473 supra, at p. 122) - will

continue to be governed by a renewal provision (§304[a]) which is in all respects identi-

. cal with the present §24. Conscquently, adoption of the 1976 Act has in no sensé ren-

i ,.,.:dered academic the legal question which this case presents. Instead, it is one that,

B R
*o .+ until {inally resolved by this Court, will be with us well into the twenty -first century.
. " 1End text} e g ' . ) »
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BILL INTRODUCED TO PROVIDE FOR e .,
UNIFORM GOVERNMENT PATENT POLICY ' I T .

. H. R. 6249, a bill to establish a uniform patent policy for inventions resulling from
fedexally funded rescarch and development, was introducced by Representative Ray Thornton

“(D-Ark.) on April 6th.  The bill was referred to both the Judiciary and Scicnee & Technology
Committees, "It is time, " said Thornton, "for the Congress to excrcisc its constitutional
responsibility to nrotect the Nation's scientists and inventors and the public which ultimately
is the beneficiary of technological innovations. ™ . _,

.

The "Uniform Federal Rescarch and Development Utilization Act of 1977, " besides
providing for the allocation of rights resulting from federally funded rescarch, is algn de-
signed to permit carly development and commerncial use of the resulting inventions, Thornton

said.
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"~ Thus, the bl includes mdrch in' rviphts m allnw the Govcrnmu‘xt to oulcr hccnamg
A patent if useful inventions aren't being actively pursued to commertialization. More-
vcr, absent o chldmuon of LUllll.d(_tOl mlu_c:.t, the Co\'clnnmnt woltld acquire title for use
py the publie,

Emplmai&mb the need for an overall federal policy, Thornton pointed ouit thdt patent
policy has developed primarily on an agency-by- agency basis, often resulting in varied and
‘confusing dircctives, legislation, and repulations. “Agency-by- agency determinations have
both deterred inventive undertakings by individuals dnd cost the Amemcan public the price of
needed scientific and technological advances, .

Determining patent vights under federally funded research has become mcrc.lsmqu
complex Thornton stated, but the subject has been under careful study by several commis~
sions and study groups for at least 30 years. H.R. 6249 is the result of their efforts and con-
clusions; the bill "cvolved” from consideration of years of study and reflects thie assistance
of individuals in both the public and private sectors, he said,

The test of Thornton's floor remurks (Cong Rec., H3149, 4/6/7‘7) appears below..
‘The bill itself, which had not been prlmed as PTCJ went to press, will appear in a subsequent

issue. - : ‘ . . _ .
[Text) - =~ == o
R - INTRODUCTION OF UNIPORM FEDERAL RLSEARCH AND DEVE LOPMENT
KO o UTILIZATION ACT OF 1977 )
AR o IR S )

* Mr. THORNTON. Mr. Speaker, the bill I am mtroduclng today is primarily to estah- '
lish a uniform Federal system for management, protection, and utilization of the results
~of federally sponsored bClCllllflC and technological research and development.

The issue of a bala nccd equitable, and uniform Federal patent policy, and the reqult-
‘ant procurement and licensing practices and their economic impacts have been of conti-
nued importance to the Federal Government since the framing of our Constitution.

. Arnticle I, section 8, states that it is the responsibility of the Government, "to promote
the progress of science and useful arts by securing for limited times to authors and inven-
tors the exclusive rights to their respective writings and discoveries. " Notwithstanding
that mandate, over the years, patent policy has developed primarily on an agency-by-
.agency basis, resulting in many varied and often confusmg executive directives, legisla-
tive mandates and regulations.

s =7 Determining patent rights when an invention is the result of federally funded research . -
has become increasingly complex. The allocation of rights, however, has been under
careflul scrutiny by several commissions and study groups for at least 30 years, Itisa

.. result of their-efforts and conclusions that this legislative initiative has been undertaken.

In addition to establishing a unifoxrm patent policy for the allocaiion of rights, a primary

- emphasis of this legisiation is to permit the early development and commercial utilization
of resulting inventions.” These goals and consistent with public interests, enhancing the
probability that useful inventions will reach the marketplace to benefit the public as well
as the individual inventor.

U “*March-in" rights have been incorporated in the legislation to allow the Federal Govern-

' ment to order licensing of a patent where useful inventions arc not being actively pursucd
to commercialization, or to mect other public interest considerations.  In addition, in the
‘absence of a decliration of contraclor interest, the I? ederal Government acquires title for
use by the public. :

It is 0[ serious concern to me that the legislative branch has f'u]c,d to act to csmbllsh
a mechanism whereby the fruits of federally sponsored rescarch and development can
move forward with the researcher confident that his rights are protected under a upiform
policy. Agpency-by-agency determingtions have both deterved inventive undertakings by
individuals and cost the American public the price of m,u.k,d scientific and technotogical
“advances., '
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. j' This is a problem with both substantive and procedural {ssues. The formey r()quifc

» ,carcful consideration by the scientific and technological community, the latter are best
considered by patent experts dealing with the judicial system.

Thirty years of study have provided the necessary data to write meaningful and judi-

clous legislation. It is time for the Congress to exercise its constitutional responsipil-

"," ity to protect the Nation's scientists and inventors and the public which ultimately is the
¢ " beneficiary of technological innovations. '

g ‘This legislation evolved from caveful consideration of the results of years of study

¥ and reflects the unselfish and time consuming assistance of many individuals in both the

$ public and private sectors., Members of the Committee on Government Patent Policy,

J formerly under the Federal Coordinating Council for Science and Technology and cux~
f rently under the Federal Coordinating Council for Science, Engineering, and Technol -
i ..ogy's Committee on Intellectial Property and Information were especially helpful in
f consultation on their findings and potentials for legislative action. [End Text] .
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FILING OF REISSUE APPLICA TION UNDER NEW PTO RULES ' ' -
FAILS TO CONVINCE COURT TO STAY INFRENGEMENT SUIT e

A patentee’s bid to stay an infringement suit on the eve of trial, so that he can avail
" himself of the reissue mechanism provided under the new PTO rules (314 PTCJ A-1, D-1),
meets with failure, While the U.S. District Court for Delaware would like to have "the bene-
fit of the PTO's expertise, ' and would be inclined to grant a stay if the reissue procedure had
been available sooner, at this "late stage" the benefit of PTO input is "outweighed by the addi-
tional delay involved.™ In a companion ruling, the court holds that a fraud defense raised by
the alleged infringer is equitable in nature, and that the patentee is not entitled to a jury trial,
" (General Tire & Rubbexr Co. v, Watson-Bowman Associates, Inc., 3/28/77, 3/29/77)

No Stay Pending Reissue (3/28/77)

General Tire initiated this suit in 1972, claiming that Watson-Bowman infringed two
of its patents. Watson-Bowman's defense is based, in part, on allegations that General is
guilty of unclean hands and inequitable conduct in connection with the prosecution of the
patents. Aftcr years of extensive discovery and a number of court rulings on motions, the
case was scheduled for a bench trial commencing April 18, 1977, However, on Yebruary
22nd, General moved to stay the proceeding pending the final outcome of procecedings in the
Patent and Trademark Office which it had instituted pursuant to new PTO rules on reissue .
applications. The new rules allow a patentec to seck reconsideration of his patent in view of
prior art ox other information relevant to patentability which was not previously considered
by the PTO. Watson-Bowman opposed the stay. o T
-+ - Senior Judpe Wright states that the grant or denial of a stay is addressed to the court's
‘discretion. "As with any exercise of discretion, the court must balance the equities pre-
sented by the particular set of facts.” After examining the impact of the new rules on the
issues involved, the court concludes that the interests of justice will not be scrved by delay-

ing the trial any further. ,
© ¥ 7 [Text] The notice of adoption of the new rules * * * described the potential outcomes
of [reissuc)applications as follows: : .

. "If a relssuc application is {iled as a result of new prior art with no changes in
the claims or specification and the examiner finds the claims patentable over the new
art, the application will be rejected as lacking stawmstory basis for a reissue, since

- 35 U.5.C. 251 does not authorize reissuce of a patent unless it is deemed wholly or
partly inoperative or invalid. However, the record of prosccution of the reissue will
~* indicate that the prior axt has been considered by the examiner, "

.
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