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SENATE PASSES PATENT
REEXAMINATION BILL

By voice vote, the Senate passed legrslatlon March 20th that would allow the Patent and '
Trademark Oifice to reexamine issued patents in light of newly cited prior patents and publi- -
cations. The "Patent, Lav.A 10, would also give the courts the option
of suspendmg 1t1gat10n and sendmg dispute patents back to the PTO for reexammatlon, .

Except for the prowsron of an effective date of October 1 1980 the legislatmn is -
‘identical to S,1679, which it replaces, (See 440 PTCJ A-l, D- J. 457 PTC] A-1, 470 PTC]
A-15.) The hill now goes to the e, whlch is expected to hold hearmgs shortly on a-vari--
- ety of patent matters : - : ‘ : PR

T The text of S. 2446 together with the ﬂoor remarks of several sponsors (taken from the k
: Congressronal Record 3/20/80 p.‘S 2778}, appears at page F-1. R

" REISSWE FINDINGS NOT ENTITLED
- TO "PREQLUSIVE EFFECT" IN COURT -

Althoug a reissue proceedmg can afford a patent an enhanced presumptl.on of vahdlty, S
the U. 8. Distric Court for Delaware. refuses to gLve "preclusive effect” to the PTO 's .
findings. Noting "the basic ex parte mature" and " procedural imbalance” of reissue proc:eed-'
ings, Judge Schwartz wemarks that the PTO "has never suggested an intention to replace the - :
courts in determining issyes of patent vahdlty. " (PIC Inc. v. Prescon Corp. 3/5/80) -

_ _ Backggound 3
- Plaintiff PIC Incorporated, t assrgnee of a patent relating to "tendons™ for prestressed _
concrete (the Lang patent), brought an infringement/suit against Prescon Corporation.
' Prescon counterclaimed a declaratory Judgment of invalidity, whereupon the patentee applied .
- for reissue and obtained a stay of the cou roceedmgs. See 195 USPQ 525 (D Del. 1977),  *.
342 P’I‘C}A -9. : B T N LM BRI

ReverSmg an examiner's fmdmg of 1nva11d1 . the Board of Appeals held the patent -~ -,
valid in spite of the new art cited during the reissue roceedmg. In addition, the Assistant i
Commissioner for Patents found no fraud in the patentee!s failure to cite certam mater1a1

references. See In re Lang, 454 PI‘ CJ at A~19. - o : :

Based on the favorable rulings by the PTO PIC now seek '

artial summary judgment on~
' the fraud and vahdrty issues. T ‘ R

. Dec:sron e

]udge Schwartz ﬂatly refuses to gwe the P’I‘O's fmdmgs precluswe & ect

 [Text] PIC contends that the PTO [relssue] proceedmg should be gwen either res Judlcata
. or collateral estoppel effect with respect to this litigation, since "the parties r}e\exactly_ .
the same as those in the Patent Office proceeding and the issues being relitigated; valid-

ity and fraud in the procurement, have already been d{EClded L_n the reissue proceeding.”
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FLOOR RLMARKS AND TEXT OI‘ S. 2446

PATENT LAW AMENDMENTS AC’I‘
7 OF 1980 :
The Senate proceeded to consider the
bill {S. 2446) to amend the patent laws,

title XXXV of the United States Code,

Mr., BAYH. Mr. President, the Judi-
ciary Committee unanimously reported
out the Patent Law Amendments Act on
March, 18, 1980, 'This legislation is iden«

tical to S. 1679 which the Committes also

unanimously reported out gn February
19, 1980, with report No. 86-617.

The present bill is different only In
that it contains an effective date of Qc-
tober 1, 1980. S. 1679 did not contaln any
eﬂfectwe date which raised a concern in
the Senate Budget Committee that it
could possibly impact on the fiscal year

1880 budget. The present bill meets that -
objecticn by becoming eﬁectlve in ﬁsca.l .
_year 1981,

The committee decxded in order to save
printing costs not to file an identical re-
port to that already filed on 8, 1679. This
report is still pertinent to the present

tegislation with the addition of the effec~ .

tive date,

- Mr. THURMOND. Mr Presulent some
time ago, I was pleased to cosponsor S.
1679, = hill to amend the patent laws of
the United States. This bill, 5. 2446, is
fdentical to- S. 1679,

This legislation would establish proce.

~dures that would permit the Patent and

Trademark Office (PTO) examiner to
find all the pertinent patents and publi=-
pations having s bearing on the question
of patentability, thus providing a less ex=

. pensive alternative to litigation.

The reexamination procedure of 8.

. 2446 will permit placing hefore the PTO

g prior patent or 8 prior publication
which the examiner did not record or ho-
tice a5 having been before him or was

imown to him when he was examining -

the application on which the principal
patent to be reexamined was issued. This

- will upgrade the system while saving

much time, expense, and, also, relleving
our courts of the burden of extensive
npatent litigation.

The explosive rate of increase In pat-
ents and publications to be handled by
the PTO makes it difficult, if not impos-

- gible, to search in a reasonable amount
-of time the almost 100.000 applications

-per year it examines. Although the PTO
is doing a good job and is able to elimi-
nate up to about 30 percent of the ap-
plications which are filed and to restrict
claims in many of the applications which
are issted as patents, there are, however,
an Important number of commercially

attractive inventions which have been .

found by the courts to be covered by pat-~
ents, They have then been held invalid
simply because a patent or publication
has become svailable which was not
available to the PTO examiner when he
considered the application prior to issu-
ing the principal patent.,

At this time in our country's history,
it is being recognized more readily that
invention and innovation are important
‘to our economie, as well as military pog-
fure. Thus, the patent system upon which
the incentive to invent and to innovate

. is based, should be upgraded as 5000 a3

possihle,

Yet, it appeais that such improve-

_'ments In the patent system will be yesrs

and many millions of dollars away. In-~
ereased resources are not now avaliable
to the PTO {o reestablish the Integrity
of its search files and to enable it to
gxamine them more quickly. It has heen
reported to the Congress that some of the

" PTO scarch files are ghout 28 perecént

incomplete due to missing copies of
patents. When one considers that the
PT0O maintains files of patents from vir-
tually all countries-In the world, a3 well

as a huge library of technical literature -
. and information, it is easy to see why the

job of searching and updating these
patents is an insurmountable one.

- Mr. President, we nesd a resxaming.
tion operation which will upgrade the
cperation of the PTO examining func~
tion. Under the bill, any person may ask
for reexamination based upon a prior art
natent or a prior art publication whick
that person can eite to the PTO explain-
ing its pertinency. Then, the Commls-
sioner of the PTO will he able to'deter-
mine guickly whether 4 substantial new
issue is raised concerning the patent-
ability of the invention covered in the
issued or principal patent. ‘The reexami~-
nation of the claims of the patent for
their patentability by the Patent Office
‘will result in an outcome virtually the
same as that outcome would have been
had the examiner had before him earlier
the cited prior art patent or publication,
This is all the reexamination is intended

-to do.

It is helpful to illustrate some of the
situations in which reexamination would
expedite matters, saving many man-

hours of time and effort, a5 well as ex- -

pense, and in many cases remove an ex
post facto determination of patentability
from the burdensd courts.

Whenever & person or organi.zation is
to enter, or to continue to proceed In,
during the effectlve lfe of a patent, a

field in which the exclusive right has.

been secured by one or more patents is«
sued to others, that person or orpaniza-
tion maey find it necessary for success

‘that an examination glso be made in an.
ares where the exclusivity of the patent

has been secured. If the parfy finds
that the patent stands in his way, he

may secure a license, redesign to avold.

the patent if possible or, as is the usual
case, have searched and studled the va-
lidity of his claim a8 a firs step,

One can alsg ignore the patent, pro--

ceed to Infringe the patent claims, wait
untll he is sued for infringement and
then defend with the patent or pub-
lication of which he knows, but the
examiner did not have when he ex-
amined the application resulting in the
principal patent. Or, he can enter into

negotiations for a license under the.

prineipal patent. A small bhusiness may
wish to take a license because it does
not have the personnel and funds to
wage a costly legsl battle,

The holder of the principal patent,
however, may nobt wish to license. He
may desire to use his excluslve right,
which the patent sectires to him to man-
ufacture or operate the patented inven-

tion, thus to huild his own business or .

to expand or to protect an existing one,

Thus, the would be lzcensee faces 8 di-
lemma. e connob innovabe, and if he
wishes t0 proceed, he st run the risk
of an exnensive, time-consuming law-
suit on & claim or clalms of the prin=
cipel patent. ’

Mr, President, 1t appears, In my view
of the matter, that 8. 2446 wonld, in-
expensively, permit the wonld-be lcens-
e2 or manufacturer to ask the PTO to
reexamine patented claims in light of
the earlier patent or publication. By so
doing, he would request the PTO Com-
missioner -to order s reexamination, If
he sees 8 substantial new question of -
patentability affecting any claim of the
principal patent concerned.

Under eurrent statutory suthority, the
Commissioner of the Patent snd Trade-
mark Office may establish rules under
any law resulting from enactment of S,
2448 needed to insure an equitable pro-
ceeding -in the PTO, while keeping in
mind the purpose of the underlsring
purpose of the legislation. :

Thus, the reiatively simple procedure

.of reexamination in the PTO as provided

for in 5, 2446 will Insure a quick, inex-
pensive defermination of patentability.
The prineipal problems which we now
face—inflation, energy shortages, job.
creation through capital Investiment, fm-
proved processes and products with
which to meset the challenge of world-
wide competition in which we must par-
ticipate, Improving our military pre-
paredness, as well as developing new or
Improved means to protect our national -
interests, and other points too numerons
to mention here—cannot be solved with-
out invention and inmovation, There
must be a continually improved climate
for invention and frmovation, and 8. 2446
can niake a differeénce in achieving that

- goal,

The bill was ordered to be engrossed
for a third resding, read the third time. .
and passed, as follows: -

Be it enacted by the Senate and House
¢of Representatives of the United States of
America in Congress assembled, That this Ack
may be clted ps the “Patent Law Amend-
ments of 1979,

8ec. 2, (a) Title 36 of the Uhited States
Code, entitled “Patents”, is amended by In-
serting immediat-ely slter chapter 29 the
following: .

“chapter 0—~PRIOR ART OITATIONS TO

PATENT OFFICE AND RE...KAMINA’I‘ION
B OF PATENTS
l¢
"301 Regutatlons est&bllshed by CQmm!s-

sioner of Patents.
302, Cliation of art.
*303. Request for examination, .
304, Determination of Issue by Cominls- .
sloner of Patents, .
*305. Reexamination ordered by Commis-
sloner of Patents

" %305, Response or amendment by petent

owner,

"307. Appeals.

“308. Certificate of patentabillty; unpstent-
ability and c¢lalm caencellation.

“a6%. Rellance on art in court.

- %310, Stay of court proceedlngs to permlt

Office review,

“§ 361. Regulations estabushed by Commis-
sloner of Patents

“The Uommissloner shell establish regila-

‘tlong for-—-
“{1) the cltatlon to the Ofilce ol prior art
patents or publications pertinent to the val-
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_1dity of patenfa, and

-~ #{2) the reexamination of patents 1n the

T Mgat of such prior art patents. or publ'ca-,
tione, .

“§ 503, Citatlon of art

“Any pevson mey nt any time clta to the
Ofice grior art patents or pubiications which
may hava & bearing on the patentability of
-any clalm of & patent. If the person citing
‘suCh prior art patents or publications identi-

--fies {n writing any part of the prior art pat-

enté or publications considered perbinent -

and ths manner of applying the prior art
patents or publlcations to st least one clalm
ol the natent, such prlor aré patents or pub-

‘Heations shall hecomsa 2 part of the oﬁic!ai

-file of the patent, o
% 303. Request for exa.minatlon ol

“Any person may, &t any tlme within the '

. peridd of enforceabllity of & patent, reqguest
reexamination of tha patent 2a to the patent-
abillty of soy clalm thereof in the light of
any prior art patents or pilblications cited
under the provistons of section 302 of this
chapter, by flling in the Office & written
request for such resxamination sceompanied
by & reexamination fee preseribed according
{0 this title, & siatement of the relation of
such prlor art to the patentability of the
clalm or claims involved, and s statement
which ldentifias a material reasson for the
requesy for reexamination, Tniess the
requesting person is ths patent owner, the
Commissloner shall promptly send s copy of
such . reguast ahd statement to the patens
-owner appeatlng from ths records of the

. Osflee et the time of the iiling of the request,

4304, Determir-at.ion of lssue by Commis-
" sioner of Patents

" »(a) Within 90 deys following the ﬂhng or
a request for resxamination under section
303 of this chapter, the Commissioner shalil

maks g determination as to whether a subs -

stantig} new question’of patentability sffect-
Ing any claim of the patent concerned, not
previously cousidersd In - examinetion or
reexamination of such cleim, 18 raigsd by the
consideration, . with' or without any other
prior art patents or publications, of the prior
a1t patents or publications which have been
citad in relation io the patent according to
‘section 802 of this chapter, The Commis-
sioner on his own Inltiative may make such &
determinatlon at any time,

“{b) A record of tHe Commlssloner's de=
termination under subsection (a) of this
section and the reason for the determination
shall be made in the flie of the patent, and
a copy of the record and reasons for the
- determinetion shall bé sant promptly to the
patent owner and each berson reguesting
recxamination, and a notlce of that deter-
mination shall be promptly published.

(e} A determination by the Comm!ssioner
pursuant to subsection (8) of this section
_that such a new guestion of patentability is

ngf 50 ralsed sha.l be final and nonappea!-
-able.

“§ 305, Reexamination ordered by Commis-,
sloner of Patents -

i1, in & determinstion made pursusat to

subsection (a) of sectlon 304, the Commip- -

sioner finds that a substantial new guestion
of patentablllty aflecting a claim or clalms
of the patent is ralsed by consldération of
. the prior art patents or publications that
~have been cited In relation to the patent

according to sectlon 302 of this chapter, he .

snall order a reexaminatlon of the patent for
the resolufion of the question, and shall pro-
cerd fop resolve 1f ms though the clalmm ox
claims involved were present 1a a pending
applicatton. The patent owner shall be given
-'s reasonable period after the filing of the
reexamination order within which he may
file & statement on such question for con-

slderation In the reexamination. The patent -

ower shall serve & copy of such statement

'TEXT '

- on sty person. who ‘has T8YUest ted exa.mina-‘,

tion according to section 303-of thid chaptér
and such person sha!l have the right, within
s perlod ot two months from guch sarvice,
to submit & reply to the patent owners state-

ment. Any reexamination proceeding, fnclud-~

ing appeals to the Board of Appeals, stnll
ba conducted with special dispatch and shall
he tompleted within one year within the
Office, unless the Commissloner determines

on & case-by-case basis that the. ona-year
" perlod 1s not suficlent. '

“§ 308. Response oOr: amendment by patenf.
. o .owner oo

'"I'he patent owner ahan be provlded BN .

opportunity in any reexamination proceeds
ingz under this chapter to amend sny claim
of his patent In order to distinguish. the
clalm from the prior art patents or publica~

tlons clted according to section 302 of this,

chapter, or in responss to 6 declslon adverse
to the patentability of the claim, but no
smendment enlarging the scope of a clalm

~ shall be permitted in a reexammatton prc-
ceeting under this chapter. )

" " 307, Appeals- : .
*“Ihe owner of a patenf involved inave--

examination proceeding under this chapter
mAay seek court review of a final 'declsion 1

such proceeding adverse to the patentability .

of any clalm, or smended clalm, of the pat-

ent in sccordance with chapter i3 of this

title..

5308, Certificate of patentability; unpat—

. entability pnd claim cancellation
"“iiizh tn a reexamidation proceeding un-
der this chapter the time for appesl has
expired or any sppeal proceeding has termi-

. patetd, the .Commissioner shall issue and

publish a certificate caneeling any claim of

© the patent fAnslly determined in such pro-

ceeding or on appeal therein to be unpatents
able, confirming any clalm of the patent so
determined to Le patentable, and Incorpo-
rating Iin the pailent sny amended claim
thereof so determined o be patentable. Any

. such amendszd <lalim 1s subject to the provl-

stons of sectlon 252 of this title.

g 809, Reilance on srt in court

“(&) No prior art patents or. pubncations
may be relled upon as evidence of nonpatent-
ablity in & civil actlon Inveolving the validity
or infringement of & patent unless—

(1) such prior art patents or pubuca.tlons
wearz cited by or to the Office during prose-
cutlon of the application for the patent or

© submitted for conslderation by the Office in

accordance with sectlons 5302 and 303 of this
¢hapter, and actuslly considered in accord-
ance with section.804,0r .. . ;

*{2) the court, upon motion, concludes
that the Interests of justice would be fur-

. thered by adjudication of the issue of valld«-

ity or Infringement without such submission
‘and reconslderation.

" “(b) The limitation provided by this sec~

'tlon shall not spply to any prior art patents

or ‘publications in the official file of the

patent as it existed on the date of commence-

ment of such action. However, a party may
rely upen prior art patents or publications
cited after the commencement of such action

A .
©*{1) such prlor prt patents or pubuca.tiona

were Included in & reguest for reexamina-
tlon under the provislons of section 303 of
this tltle which was filed in the Ofiice during
& stay ordered by the court under the pro~
vislons of seciton 310 of this titie, or

“(2) the court, In & case In which a stay
regquested under the provisions of section 310
of this title I8 denled, finds that such prior

art patents and publications continue newly -

discovered evidence which by due diligence
could not have been discovered in time to be

cited to and consldered by the Ofiice within

- -~ End of Sectlon F--

- {(PTC]) 3-27-80
the period of a stay that was or could have -
been secured under the provismns of section
810(a) of this title.

“§ 310, Stay of court proceedincs to permie,
. Qffice review

“(a){1) Except as provided In paragraph
{2), sny party to 2 civll actlon agsinst whonx
8 pleading presents & ¢isim for infringement
or for sdjudication of the walidity of &
patent shall have the right, by motion
brought. hetore any responsive pleading, %o
securs g stay of all proceedings in the sction
by order of the court for & period, not more

. than four mounths, suficient to ensble such

party $0 search for and clte patents or pub«

* leations considered perfloent fo the patent

and to request reexamination of the patent
in view of such prior art according to Sec-
tions £67 and 502 of this chapter. If such
party files a request for such reexamination
in the Office and serves on the cther party
and files a copy of it 1o the action within
the period of the stay provided by such
order, the stay may. be extended by further
order of the . eourt. Injunciive relief shall
not he denled solely on the hasta of such
request for reexamination.

“{2)- The court shall nof™ Erant & sia.y of
the proceedings on the basls of a motion
brought under paragreph {1} if the proceed-
ing or motlon. relates to & i6mporary re-
gtroinlng order or preliminary injunctive
relle?, or any other protective order neces-
sary to protect the rights of the parties, -

“(b} The court, on motiot end upon such
terms as are just, may at any time stay the
proceedings 1n & civil actlon in which the
validity of o patent i -in issue for a perlod
sufficient to enable the moving party to cite
to the Office newly discovered additlonal

- prior art in the nature of patents or publie

catlons and to secure final determination of
‘a request for reexarnination of ths patent in
the Ught of such additionsl prior art, pro-
vided the court finds that such sddifional
prior asrt, in fact, constitutes newly dls-
covered pvidence which by dusz diligence
could not have been discovered In timo to

be cited to and considered by the Office with~ .
“'in the period of a stay of such proceedings

thnt was or could have been secured accord-
ing to subsection (&) of thls section.”.

(b) The table of chaptera for fitle 35, and
for part IIT of fitle 365, of the United States

- Clode, are amended by inserting fmmediately

pfter the ftem relatlng ta chapte: 28, tho
following:

#30. Prior Art Citatluns to Patent Omca and
. Reegainination of Patenta™ ...

" Sze. 8. This Act, snd the amendments
mede by this Act, sha.n become eﬁ’sctive on . -

REE Oetober 1, 1980.

Mr, ROBERTC BYRD, Mr. ?residmt
T move to reconsider the vote by which
the bill was passed.” .

Mr. STEVENS. I move fo lay that mo- )

‘tion on the table.

The motion to la.y on the tnble Was
agreedto :

8. 1679 AND SENATE JOINT REsoLﬁ-
_ TION 138 INDEFINITELY POST-
! PONED

- Mr. ROBERTC BYR!) 'Mr :E'residem‘.
T ask unanimous consent that Calendar
No. 6568, 8. 1679, be Indefinitely post-
poned. -
The PRESIDING OFFICER ‘Wlthout
objection, it is so ordered. :

Mr, ROBERT C. BYRD. I ask. unani-
mous consent that Calendar No, 68, Sen-
ate Joint Resolution 128, be Indeﬂnitel.v
postponed.

The PRESIDING OFFICER Without
objection. it is so ordered.
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