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NO TIE IN WHERE SYRUPS AND TOPPINGS
FORM PART OF ICE CREAM "END PRODUCT" 2

“In the kmd of dec1sron that franchlsors often dream about but seldom seem to win
these days the New York Supreme Court (Westchester County) finds a franchisee’s antitrust
- charges to be totally "without merit," Concluding that there is no unlawful tying arrange-
ment, Justice Trainot issues a preliminary injunction requiring a Carvel ice cream fran-
chisee to comply with his contractual obligations to use only Carvel toppmgs and syrups with
: Carve]. rce cream products. (Carvel Corp. Ve Frank 8/ 29/ '75) :

After repeated efforts to halt the franchxsee s use of non- Carvel toppmgs and syrups

' :_ the franchisor sued for trademark mfrmgement and breach of contract, In response, the.
- franchisee argued that toppings and syrups are not-''Carvel products, " and that "the ice’
“‘creain'is the only ‘Carvel product’ sold under the Carvel trademark,” Accordingly, said

the franchisee, Carvel was 111ega11y attempting to tie the purchase of syrups and toppmgs
. to the use of 1ts trademarked ice. cream franchlse. o :

The court pomts out that the franchlsee could have ralsed thls questlon by an action
- for declaratory judgment and complied with the agreernent that [it] had been able to live with,
and apparently prosper under, for the past thirteen yedrs." Instead, the franchisee chose
to "violate the terms of [its] agreement with Carvel based upon the €% unilateral deter- -
midation that said agreement violated the federal antitrust laws, " Unfortunately for the
franchisee, this "unilateral determination is against the clear weight of federal judicial
authority which repeatedly has held that the Carvel system 18 proper and does not viclate
- the federal antltrust lawso- T P e ST S :

Each Carvel store, says the court is a mmlature ice cream factory. " Syrups
- for example,” are mixed with the basic 1ce cream formula to prowde varied flavors. The
- Carvel syrups toppmgs and mixes are "made to special and unique specifications and
.formulations and are "uniform throughout the Carvel chain, " The court observes that
there is an "almost infinite profusion of quality, tastes and styles" in these products, .
and that Carvel has chosen "distinctive" formulas that the customer has come to expect
routinely, Thus, toppmgs and- syrups are clearly "ingredients" of the Carvel end-product:
"There certainly is an J.mproper palmmg off’ when non- Carvel products are used in the
fmal Carvel product Lo Co Lo . . ,

Rec1t1ng the ratlonale of prevmus court de01s1ons in Carvel 5 favor, whtch are
equally apphcable here, the court states thatevenif the facts could be deemed to demon-
strate a tie-in, there is adequate justification for such a tie, It would be "absolutely im=
~ practical" for Carvel to verbalize standdrds for something so unsusceptlble of precise
verbahzatlon as the. des1red texture or taste of 4 desn:able and umforrn ice cream cone
Sor sundae. : .
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: AI_A SEEKS LEGISLATION ALLOWING R&D
CONTRACTORS TO RETAIN PATENT RIGHTS

Seekmg a tanglble embodxment of its oft- expressed view that the Government should"
_ ?lgl;be in the patent business, the Aerospace Industries Association of America, Inc, (AIA)
ansproposed legislation that would normally allow contractors to retain t1tle to patents
ing from Government-sponsored R&D,
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. . "Ina staternent accompanylng the proposed "Government Procurement Inventmn In_— 'A
centlve Act, " AIA says current federal policies governing the allocation of rights to in-
ventions made in performance of Government R&D contracts "negate rather, than effecttvely
utilize incentives mherent rn the Unlted States Patent System-. )
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ventrons ar151ng from spensored research, AIA favors a "license" policy.  Under a license
policy, "the contractor would retain rights in Subject Inventions and SubJect Patents, and the
Government would receive a royalty- free nonexcluswe lmense thereln w1th a rLght to grant
sublicenses under certaln condmons. L

Accordmg to AIA mdustry and prtvate persons should own patents -- the Govern— |

ment should not! -~ A patent-in the hands of Government, : AIA conténds, -"removes the in-
incentive and encouragement of competition to invent offered by our patents system.' The
' "Government does not and should not compete. for a share of the market, -and therefore can-

not use the patent as a competitive tool. " In short, says "AIA, "the contractor shoul_d retain

'tn:le to mventtons made under Government contracts. -_ - e

Procurement Policy and the Energy Research and DeveIOprnent Admtmstratlon, appears in.
textatpageD -1, : AR _
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OFFICIALS ADVISE ON PROTECTION OF
TRADE SECRETS FROM FOIA DISCLOSURE

A company w1shmg to minimize Freedorn of Informatron Act dlsclosure of J.ts trade
secrets should liberally designate as "confidential” the information it gives the Government,

ment Association workshop. The suggestion was one of several bits of advrse offered by four
_ panehsts dtscussmg the FOI_A s lmpact on contractmg ofﬂcers

The Actis bemg used extenswely by competltors seekmg to’ dtscover trade secrets, the :

ment. "I strongly urge contractors submitting information to the Government to label what

you regard as confidential or secret, " said Jeffrey K. Kominers, deputy counsel for claims
of the Naval Sea Systems Command. ' He said that advising the Government about what should
and shouldn't be protected f.tom FOIA d1sclosure W111 "protect your mterests _more readlly. "

Deputy Assxstant Attorney General Irvmg jaffe seconded Komlners suggestlon, com-

even when such a claim’ might be questionable, Jaffe and other: panelists said the Government

and the courts may not agree with the company's opinion on what should be confidential, noting
. that the public ofﬂclals responsmmty J.S to release as much mformatron as poss1ble. NS

| jaffe stressed that promises of secrec
to the Government on what not to release,

“disclosure. He said the court usuall
“whether the inform

the firm, am! whe
risk of Hability b

v by a Government offrcral and company adVISe
will not necessarily protect information from FOIA
y decides FQIA disputes over trade secrets based on
ation is ordinarily available, whether releasing the information would harm

¥ bUggestmg secrecy standards higher than FOIA officers normally use. -
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Instead of the present’ poltcy, under Whrch the Government usually takes "tu:le to in-

The AIA proposed legrslatton, WhLCh has been forwarded to both the Ofﬂce of Federal |

two Government lawyers this week advised about. 110 persons at a National Contract Manage~ ‘

panelists said, adding thatthis poses dangers for firms that submit information to the Govern- .

: mennng that a company's "'safest procedure”is to tell the Government to withhold information .

ther releasing it would benefit competition. jaffe said a company takes little




