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.. MEMORANDUM ON DISCLOSURE OF CO’\TFIDENTIAL IN_F‘ORI\/IA.TIOIr S
UNDER RECOMBINANT DNA STATUTE
Requifenﬁenﬁs for early .d'isclo"sure o-f.cc.m.fidential informati.c.:n l'to 2
'government agency is Ia common feature of several recémbmaﬁt DNA bills
now before the Congress. Wh11e these b1lls treat récombinant DNA research
mainly in terms of pub'lic. health and safety,.‘thgir failure to pr.c.wide positive
protgc_tidn.a..g_a,ins.t. a..geﬁc.:';r. disiclosure c;f .;onfi_cie_nfigl infofm;tion to _cc_;mpetitdrs _
of the. corpo_ré.te or univerrsity' i.nno.{rator W'(.;-‘l_:ild. pi'.od_ﬁc.:e s.erious a‘n‘d.u.iniﬁt'éhd.e;i
”-eﬁnsequenceé. |
~Such disc_losg'rels woﬁld'o_c;gr in fhe__ foilowing ways:
L In applications for‘_licén-s-ing of facilitiés,.'

2. In registration of research protocols; -

3. Through inspection by Federal authorities, o ol

4. Through release of information to .}g‘e-défa._l'a_.d{'r_i:.s'_ory._corhrﬁit.t_ees

_a'rid their consultants,

5. . Through exposure of information in research protocols to non~

-.'-'__.gm'pl.o}.reé me'mbers:‘of bildﬁézé,r'--ds.ﬂ comm1ttees, and
6. -'I'_hrou.gﬁ vé.rious' féborting' reciui'renien.t;s..
'Ifhis .n.iemor_ana'um add.res.ses th.e points qf.pfiniéry -éonc.e.e.--rn. in 'thex -
disclospre:probleﬁx é,nd. suggests h.o.w they can be mmmuzec

- Effects of Premature Disclb_sure

' Exé_ept--for”thei-r contribution tc_)' scientific knowiedge.- the results of .

recombinant DNA research are useless standing alone. Thev require. the




..-52-‘-'

investment of siénificant sums to convert them._tc.)._'prbducts available to
beﬁefif the public. -.This is true whether the initia.]_._w'ork is'do.ne iﬁ '
'univerr_sity 61“ in cofp'orate‘ 1é,bofa;tc$ries. '

.Prema'ture public discloéure in ;.:r“ésent cont,ext re.f_é.rs. 'to“.t:h-e_.d.is- |
. cl_.osure of ébnfidential i-nfo.rrlnlat.ibn, fqr ez.scampie'.. in.._f.a.c':ili.ty.applications'
'an'd.resea.rc.h .p.roilzo.cols, to an. ageﬁé};'that groqld then be féquested to
‘n-.xa.ke the information .ava.'ilable to ciat.h.e_r paft'iéé under t.he: f‘reedo_m éf
Information Act. Such relea-se.wbu.ld. ré.nd;e.r.'. ﬁrfuallv_irﬁlsoésible the
.‘prospec.ts. for.pa.tént.ing in the Upited Sta'tes.,. .W.'he.re fil.ing mustA be aoﬁe
within oné year fr om a pu’l.alic‘ disclqsu:re,: for the research“p.rqtocol -
w.o_uld..be presented _-béfore -w.qz.'_lk_'\k.ras t}ndé.r_q‘:a?cg.n,' _ az;d c'on..sigq;lent_ly, -b.efore : .
| 'Pa;teﬁfé.ble subject mattef cOuld bereas onablyldenta.fledProspectsfor
' ."pater.ltiz.lg. ﬁbroaﬁ would Ee _‘e.v.eﬁu;f;ipr.é 11m11:ed zﬁ_.écaus;' f-il_;'e;;::l._aws c.af"rn'an.y.r .
iml.a.d.rtam.:: __c‘ount’ri.es .h;a.ve-z.:c.z such g:i:'-é',.:ce perlodw1th1nwh1chto filé after

“public disclosure. The market 1ea'd"'ti.mg§.._‘o;f_:"‘che innoi}atbr:_.ivouid 'th.e-':\'_é'fgre _

.. .be d.eni_é'c.l;. '

| | “.:‘The adverse conseq.uen.ce. ;)f. the 1a..:-c“k-' _;-f-dpportﬁ:nity' tc; pa;.‘.c.e.ntffé,l_ls '

~both on univ.ers'ity researéh‘ér;d' commercial laboratory research, whether
fi.n.anced..privatel.y-or..by the 'g(:n}'e.rnméh't_. ﬁue vir1.:ua.1 idénr‘it.\; of inte_résts ,

“between the gﬁiversit_y’ and thel_coﬁrp_p_ration‘i;.l t};is.régaﬁ*d_is.'often._.niilsurider.-
stood. o | |

" Where patents can be «btained, they offer a means for safeguarding
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the inveaﬁment of the cor.por.at_ion_ and .tl'.m ﬁnive#'sityj in their resea,i;ch
inﬁ'estménts; If the inves.t-rm:ent,'i.s- imrﬁediately'disaipated .by.prerrlxature:
: disclosure. of details sufficient f.:o- show competitors the route .t'o 2 successful
end, much of the ad{rantage of the innové.tor is lost and, accbrdingly, so is
much of the incantivé to ia{rest in futu_re.':avo.rk. - To ’.f:he_‘ exfeﬁt tha corpbratiqn
- -enjoys a lirhifed '.excl'us‘iv.e period, eithe;'_'bf patent.i:ng its..'o.wn work or

; feceifing at least a limited ex_cllasive_ Iicai;.sa' from éo.vern.meht._-.f:in.a:nced
research execuf.:ed. in the corporate '1a‘r::>orat.o.ry.--_the' cor_poration_ secures
the ne;essary_lead ti}ne_and the opi:oftursity_ fo;‘ re.cove.z*ing"inve.stmeni.:s
and réturnin-g profits." -

< With the umversny, .-the prospacts .f;cin.-.p.'atentmg offer the opportumty

."for the umversfcy to 1nterest a 11censee of 1ts ch01c:e to commerc1a.11ze the

invention. Norman J' Latker, Patent C‘ounsel for the Department of Health

: Educatlon and Welfare,' outlmed the expenence at HEW w 1th the d15p051t10n

_of rights _to I-]EW-funded re:search in te splmony bef_or_e-'a. I—_Iouse 'sub_c,.ommlt_tee:
In his remarks, Mr. Latker traced the Dé_paftment's_failure to convert the

researcr

oy

"

4

o '
‘g

o

nsored inta usahle commercial products under the Department's
patent practices prior to 1969, He pointed out that the subseguent practice

of granting rights to the Department's contractors had produced dramatic

1, '.]f"e:stim.onyr by Mr. La'.tk.e.r'before the ‘.Sﬁbcommift:ee on Domestic and
- International Scientific Planning and Analysis, House Cummlttee on -
Sc1ence and Technologv, September 29, 1‘»’176 '
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resuiﬁs in fefﬁus of_the investment of ri-sk capital in the c'ommer'éializafidn
of prodﬁéts from D_epartment-—s'popsore.d_1.;e._.s.ea.1'"ch.

. Mr. Lé.tk;er ciearly icfeﬁtifiéd the problefn_ .and the necéssity for
s.ﬁp.porting the commgrcializafion of a.gen'c.y-;sp;ms.gré'd R&D. "In his 1.ri'.ew.__- |
'the reséaf_cﬁ and develqpmént_agencies sho.u.ld .bé- under a heaﬁr ob.li.gation'
S to aslsur'e' avaiiability éf pafenf prpt.ectio‘rll_.“.fh‘e-n p.zfiw}aj.:e_resoﬁrées are needed

" to achieve -cofrirx::ercializatic.:h.. " | | :
In summary,_.' regérdleés of the -'scn'l..rrcle .o'i.' thé. ca.p.ita.li.ﬁnde.rwriting.
the research, the av.a.'ilability. éf patent pro.tet.:tion is ;c.>f. fhe hi.éhest 'im_pclzr.'t.an:ce.
1f the_. research is .t'o be prodgcti_ve' in i;he.-.égbl.ic.:.s'énsé._- Ho‘wevéf,_..pr.ospec.ts
for pate,hting Iwou_ld bé essenpig._lly e.li_n.iin.ate_d by 'pr.efn.at.ure disclosﬁfé of__ B ;
the type that x.voul.d' occur under Irécombir.zant. DNA '1egislation t.hé.t doe s. n:o.t“ B

specifically provide for the confidential treatment of this information,

'Exemntions.Und'er FCIA :

It is sometimes m:iz.s.takenly 'ass_.urr.let-i.th.éf sﬁbsec.t'.ion (b)(—’l) of.t.h.e o
Freedorﬁ of Information Act_ (F_OIA) pr;.‘-:i_dés 'ade;quate .safegu.;ards.against | '
disclosure .of t'rac.ﬂ.e' seci-.ets.and would ope.r_a.'te to prdtefzf a.'g.ainst the -
ﬁrematﬁz:e public discl.osu..re di.SlCl:IS.S.ed aboi;re._z Subsection (b')(.'-i)_. says, .

- with .respe'ct to the requifemeﬁt for puBlic .disclosuré..of inlformatiqn. in
agency files, that sﬁch requ'ir_ement "d'o..m_e_s not appi_y t.o_ x.*r.aaf;t.erls.-fha_t a.re -

trade secrets and cormmercial or financial information obtained from a

2. 3 U.8.C, 552 (1967) {amended 1974), L
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person 'an:.:_l.privileged. or confidential. ' This. is the .so-;:a.lledl 1.:r.a'd.e égéré_t
N ”ex.erhpti..cm'_' .of FO.T.A
.‘fW.hile the un&erlyiﬁg rationale for thg.Freéc}cfn of Information .Act |
nié.y have been laﬁdatbry,.- in practice it has .Eeen._shc;\.'vn to serve mainly as
an avenue .by which cofnpetitors c.::b.ta_ih confide:ntial'data ;1r.1d:il.'ect1y frol:'n_' fhé !
:-griginat.or... ’I’hg. cases and :comrneﬁté_riés, as w.éll':"a_s the _pr.a'..c.:tical_ problems |
facing the agencies 'involved,'. i_ndicate _clea._f.'l:y that .the'.safe;.gl;_ards. aré:.-illus ory..
T.he; Wa‘shingt.on Post ‘r;eports fhe_ unhafapinéss__ .of formél; quci and
Drug Commissioner Alexander M._'Schﬁ;ﬁ.dt at the way the FOIA was .Qorking_' |
' ét FDA. 3 He said thé.t-a_bou’;-‘)O% of. the_recjuest's ._fo'r docun.ients'con.s'ti‘.cﬁted‘
."'iz'ldus.tr."ia,l espionage .-_ .comp’é..n.ies_ :see.kiﬁ.g. informa..t.ion ébouf .thleir corﬁy.ae.ti%ors' -._'.
and not the public'# right to know. ' Té a simila_r e.nd_is an’articie_ a.ppearing '
in the Wé.ll S.tr.eet J'm.lrna.l.'4 Aé_aiﬁ the con'c;lusion is. expre_s:sed that .an ;Qer-_ .
Whelmi#g pe’rcer.ltagé'.of th‘elr'eque Sts. for.i.nformat.ion have ﬁdtﬁing'\{'.’nat_soé{fe.r |
te do.\i'.i'th the public’'s e:s;antin.ation of the actio_ns. of its goverﬁment bﬁt‘z.a',.re-
directed to _legislativel‘; sanctioned indu.strial spying.'_
Insléed, there is Widespread. misundé%st’andi..n.gfof the Act itsel.f. with N
' r_éspe;:f to the nature éf the t_'}.CF_'n‘l-ptionS. thét éfe Qstensibl_v prc;vided :by“-x._
. subset_:tlon _ 552 ib)_(’4)'. For examf‘a.le',. the e'x.ernptiori_ was, n.ev'ér‘int_e.rided :

‘tobe a true ”exe‘-mp_tic_)n'.-.‘” In the 1_egislétive' report accompanyving the Senate

3, Wash’ington".'Po'st, July 27, 1976, at Ad. -
4. Wall Street Journal, May 9, 1977, at 1.
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version of the FOIA amendments, there appears the following statement:

Congress did not intend the exemptions in the -
' FOIA to be used either to prohibit disclosure
- of information or justify automatic withholding"
of information. Rather, they are oply permissive.
They merely mark the outer limits of information
that may be withheld where the agency makes a
specific affirmative determination that the public
interest and the specific circumstances presented Ry
~dictate. .. that the information should be Wlthheld
'(Emphas:.s supphed) ' S

Wh11e it is true that the Senate version of the FOLA was not adopted

-

by the Congress, there a.-ppears a similar interpretation in the House repor-. _

-

of its version, which differed little in this regard. The .f_ollowing statement
is coﬁta,ined in the House report:

This milestone law guararrtees the rights of persons
" to know about the business of their government,
Subject to nine categories of exemptions, whose
invocation in most cases is optional, the law
provides that anyone may obtain reasocnably -
identifiable records or other information from
" federal age'n:c'ies. 5 (Emphasis supplied}

It .i-s pa;‘tieularly iﬁstruct-ive_ to note th.e: summary o E_L-_rr;eetihg.
' belt'.»veen-Representati.ve john'E._ '_.-\Ioss and Representative Barr; uJ ater,
Jr. ,'.concerhin‘g the ekemptions .under FOIA. _This- sutfn'ma ry' cencer'ne .the ‘.
.impa..ct of the exemptions: on e"lG‘ rgy R&D acfiL\rifiels_'in the 'p.:'.ivate' sector:

We agreed that any lack of predietable_ protection
of the private sector's proprietary _iriformation

‘5. S. REP.. 93rd Cong., 2nd Sess. 854,
6. 3 U.S. CODE CONG. & AD. NEWS 6269‘(19?4).“
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under the existing Freedom of Information Act
exemption from mandatory disclosure for such
information (5 USC 552 {b)(4)) could seriously - =~
inhibit private sector cooperation and participation
with ERDA to the detriment of the nat1ona.1 energy
research and demonstratmn progr,am

. Mr. Moss acknowledged Mr. Goldwater's con-

. clusion, based on an independent staff legal.
analysis, that protection under exemption (b) )(4) -
is neither predictable nor adequate because’ of
recent court interpretations of the exefnption_.-"_'.-_.

R.e'f)rese:ﬁtaf.i.ve M_.oss was .th.e' father of the Fz.:'eed.o:.tj.'.o.f Iriforrha;f;.ion
Act. His -ob_ser.vationé reflect b.is' seriou.s c..on.cern.for .the inter?retatiqn
of the exemp%tip%a as well as .-a re[:ogx}if‘ion- ;)f _i_ts inadequacy as a source -
| .'qf reli,a.,n_c‘e 6'n an a.gé:ncy’s 'tréatmént of co.nfiden.t.i.all-infofr_fiation.

*

'~ The leading case on ihterpretatio_n. of FOIA is National Parks and

.C'onsel.*vation. Assc.)ciati'on V. M'ort.o'n.gl There_e ti‘xe teéts as to fh‘e appli'éation.
of the e.s.cempt'ion are said Ifl:o be_ (1) wheth-_e‘_r thé g.o%rér'm_'x.lent‘s.abi.l_ity to
.obtain infor.'r.nation- iﬁ subSe‘quent inquiries is .Iikélly to‘. be a.f:.feclted.by the
knowledge that_ it may be rﬁade pﬁblic. and (2) f\.vh.éther _r_elease .of the .

| inforﬁlat_ion _o.bte_z.ined by the gove.rnm'en:_t 'a.gen'c;y might caus‘e.subst'antia..l”
hé.:m to a c'c:'or'npeti_tive posjtion. . -Although_ an ax_‘gﬁment caﬁ Be. ﬁlé.de that
.the segoﬁd ‘_cest.vi'ould justify 'retgntion of '_cre;.dé secrets in co_ﬁfidenéé |
against a retluest unﬂ_er FOIA., the casé.rs and c.c.ornr.n.entato:rs, not the

'l..e'a.st. of whom is Reﬁre sentéti_ve Moss, havefound f_his not _dépenéably.'

true in practice.

7. 121 CONG. REC. HI12379 (Dec. 11, 1975). . 7
8. 498 F.Supp. 965 (D.D.C. 1974).
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'Illustrative of the problem is Petkas v. Sta.é.ts, a Court 'of. Appéalc
. . . .

decisicn from the District of .Colﬁmb.ia',._, h.ome bace fo.r. FOIA _littg:_itio'n.
'fherc the cdu.rt ow.rert.uz.-ned an agency a.ss:urance of no'rtdisclo'tsure eﬁ'cn
though the 1nformat1on had been supphed on the cond1t1on that it would not
be d1s closed '_I‘he court sa.1d the ob11gat1on_ would not be enforced and

- remanded the case fo.r.ex.a.r.rti_nation underthe tests la;id_ down iﬁf.the.
_' Nc.ti ccal | Parks .ca s..e .

One.. commentator examine-d th(_a law and practice i.n. i.fnp;lem_cnting
~ the FbIA "exemption'' and conc]_ude'd as.folchS:_. |

Presently, the status of proprietary information
within government possession is uncertain.. Prior
~agreements between the recipient agencies and the
supplying businesses, whether formal or informal,

- statutorily premised or discretionally given, no
longer serve as a valid assurance that business -
interests will be considered. Confidential treat-
ment, determined under the more exacting standards -
of trade secret law, depends upon an intricate and

- individual evaluation of data not now covered by
existing agency guidelines... A business concerned .
with Safeguardlnn valuable information has little

- alternative but to resort to litigation for a judicial

. determination of the matter. As has been shown,

©. even this avenue may be of limited value. It'is -

- apparent, therefore, agencies must develop’

~adequate evaluative procedures which encompass’

. fairness for all interests involved, and give due
regard to the property 1nte=rests protected by due’
‘process.

9. 301 F.2d 887 (D.C. Cir. 1074 _ R :
10, Gazarek, Would Macy's Tell Gimbel's: Government-Controlled Business o
- Information and the Freedom of Information Act, Forwards & Backwards,

6 LOYOLA UNIV LT, 594 621 (1975) N : ' R
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‘This article also alludes to the varying in't'erp're'tation's of what )

- constitutes a trade secret_, ‘a3 determinafion that 'cornpo'unds_ the difficultiea-_ I

eacountered in relying o.n'an. '.'ex.empt.iorln. " B.ut' even if the agency agree.s.
that.specific' subject matter cqnstitutes a.trad.e. se’cref,' the exer,n‘p.ti.o.a ander:
FOIA i.s at best fragile. | | |
It is pertment for example. that the 1eg1slat1ve h1story of the .

Goverament in the Sunshme Act notes ina dlSC'L‘.I.S sion of the: FOI.A exemptmns
| that the Freedom of Informatzea Act ”perm1ts but does not fequlre the with-
‘holding of 1nformat10n. il T}’lln, 1ndeecl is cqns;stent wzth b_ot_:n preeedents
and practice ﬁﬁder FOIA. | o |

| Ihe _same_c.onclusie'p, . as_' &ell as .r'efereace to the adversez e.ffect:s".'
thereof, with .resl.aect to .fhe ‘problems of the uﬁiversity in _see'king' gfants

and in soliciting commercial interest for university-developed inventions

"The President's Biomedical Research Panel expressed its concern’in this
manner:

The Panel is seriously concerned that the

- unpredictability of government protection for .

- intellectual property rights, owing to the un-.

- controlled and unconditioned disclosure of =
research information under current court -
interpretation of the Freedom of Information -
Act, is likely, in the Panel's view, td stifle

- industry interest in developlng potentlally
important research mnovatmns :

. 11. 3 U,S. CODE CONG. . & AD. NEWS 2191 (19(6)

likewise emerges strongly from a._pa.ir of_eongfess'ionaliy-spozﬁsofed:..s.tu'dies. 1 2

12, Commissioned under Title I of the Health Research and Health Serx ices .

JRE 7'--.fAmendments of 1976 (P, L. 94-278). S
13, 'DHEW Publication (0OS) 76-513, at 16. . =~
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' '...‘s_imil.a_rly,‘ The. Nﬁti_dzlél Corhmission for the .Preteetloe of l—lumen

. Sub.jelc..ts of Biomedical and ‘Eehairloral' R;ese'ar'ch, 2 glfoup of'ent.ir.'ely... '
diff_erent"c.or.zﬂ.position, examiﬁed the -q:u_estion_independently and ur'ged that

g informe.tion"'the disclosur'e!o.f wllich W'oulcl adversely 'affec:t. _futufe petent'.
.or other valuable commerc:.al rlghts” be pfotected from dlsclosure under | '
_.FOIA 14 ' ' |

Much of the concerﬁ .of these grclui:s arose. from the Court lof Appeals'

~decision in Washington Research Project, Inc. wv. Depart"ﬂer*t of Health,

Educatien and Welfare.l> T.‘he‘.re the c.o.t_ir_t_.p_'lac':ed the. b_urden of dem'onstratihg.
th.e trade secret cha;'acter ef t.he 'lnfe.r;ﬁzatie.n -r.e.(;lueSte.(l on the a.gency..'. The
inforrhetion was contaiped 1;1 feéear_eh prot.oc_ols s.u.b'mitt.ed 'a_.s' part ef_ requests |
for gr.ants from HEW, .Th.e. lower court had .orderecl 'relea.se of tlie g.'re.nt. ..
'é.p.plica-tions wh.i.ch ineluded t}le researc.h pfotocol‘s; In ef:‘irﬁqing, t.he :Court '.
of Appeale declared thet 'the_e:\;emption .reliled. upox‘l'.applied to tr,a.de s_ecre.ts_ .
and that there were no trade secrets in a.."norlcc')mmereial. s.cientist’s'.design. "
The court said further ‘;hat it flefies cornmon sense to p.retencl' thas: .the

- scientist is engaged ln trade or c.ommefcé_. "

The besw for the ceurr dec1s1on was therefore on, the urou*‘ld tna.t

the appellant had falled to brmg h1mself w1th1n the FOIA éxemption b; virtue

of his employment rathef than the nature of the S'L‘Lb_]ect matter -and desp1te '

14, DHEW Publication (0S) 77-0003. at 37
15, 504 F.2d 238 (D C. Cir. 1974). .
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" the fact that the interests of his university employer in preserving c':on...‘ o
fidentiality were fully as le'gi.fima.f;e as would have been those of 2 corporate
employér.-

Practical Difficulties Under FOIA

| .Fina.lly, there are the pr.é.cti.cal aspects ._df. _fhé handling of trgde '
s_ecfets under. FO.I..A.J".n the fz;.'ce of r'ecilies_ts for‘:c'li's_cizlos{_n.'_e_s.'._ Whether .:S'r'
- Ino_t tﬁe éxemétion from dis..clos.ure' :i;s 'rega.r&edfa'.“s: .p'e'rr..ni.s'sii}é.,. th.e a'gg.n.c:')} _
in possession 6f the inform'a.tion'_ subrhii:ted }ﬁy cofﬁpéﬁies or univérsifi.es.. _
engégea .inrecombina'nt DNA research would inevitably find it impossible
to comply fairly with the édmiﬁistrﬁtive_ reqqiréménts of FOIA : Th¢ .
threshold questién of dete'rrr_l'in_ing what iﬁfo.r:-mati.é:;.n é..onstitut'es a trade.‘ .
seér'et poses .a' pr.o.blem ih itsé.lf.' .Addit.ionally-, this decisi_oh.must bé
made within feﬁ dafs.of.the z;e_:que.st for .'disélosure, 1_6 Acc.:'or.ding'h.r,..'
within ten daYé the agent.:y must locate the ma£er£al reciue sted, evaluaté |
it fof traldé secrét_ Con:tent.-_advise the originator of its decisio.n't.o L.ii_.s‘_close
(if it had previbusly -agre'ed.to do so, p'ossibly.as'é." condition of dis.clo.su.re
| - to the agenc.y') and advise.the requester: of its decisio'n,. :
It mus'.c'be rem.e.mbe redj as well that the .-d.e_ter.'minat.i'oﬁ of tr'adé |
secret status in this f.ie.ld ui high f_échnolc,gy' :sb;o.ﬁld Be .made by ind.i{.-idu'als
in the agéncy .who are trainéd in tl;é '_t_e_.c_hﬁo.logy. a.l.l.d W—HG would. the refore. '

. be removed from more productive dutie's. for this 'u'nde-rtak.ing;" The

16 su.s.C. 552 @)6HA).
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burden o.n t.he agency would be, Iin the'usugl_. cgsé;_ {rirtﬁaliy an impbssible
o.ne' fo di‘schafge justly. .wit.h'i.'n. tﬁe 'ti.n'ie all.o'.wed.
- The agé_ncy is, in fact, in thé .rni.ddle.. It rstands. subjecf-té suif frofn
the .reqﬁe.ster 1f1t denies ééceés to infq;matioﬁ_'ar;d suit f.rorn the o%igiﬁétor.
| .if it discloées trade:'sécr.e.:t .i.r_if'brmati.dn; Of _co.urs_e-, oncé the infox.-mat.ion is _
dis closéd to a 'reqﬁester, | usﬁélly a competitlc.)r of the priéiﬁafof,’ 't}'.ie .I;a.;_-m .to
the originato: has 'been._do'ne'; W'ha;;tevér might b.e:'gaiﬁe.d by li..*.c.ig‘a..tio_nl.wlould
_i.nadeqﬁateiy'compens.a.tf_-. for t'ﬁe 1055.-Qf the originator's t.rade. secrets,
It is, qf cou'r.se, possiblé ior fhe Qriginafor who'. 1earn§ iﬁ t.it.;ne of
the prospecfive delivgry of his infor‘mation .to a re.ql.le ster u:..nder FOL& to '
..g.o to cbuft to prew.’ent discidsﬁ re.. He could try.‘ to persuade 'thé c.ourt. thati' '
_ thé ddc_:umeﬁts are, _indeed,‘.entitle_d to t|rade s.ea_::ret éfatus." But for t'he .
éourt to ree;i_ch ité .de. cision"'it would ..r_léed'the time, pé.tiénce and expertise
to e.\‘aluate tHe documén.ts in camera, .o.ne by one, The li.}:.%a.lih.Q%‘Jd of.é
fair .dispos.i-tion Qf the issue by tms route :'is'undle'rs:tandab?.g.: s'mall.:' .lf the.'
suit was initiafea by a disap:poin-ted reguester to whorﬁ the.age'ncy:h.ad refused
to give up information, the ége:ncy-defendant élqul& not be .e__?\:pécted 'to. .
disch‘ar.rge the defense of its posi.tio.n-wit}.l thé'gr..(e..é.te st:vigoi‘-, ..for..it haé...'
nothing fnqre at stéke than Lh_é..é-nmity o’f th_e briginé.to“.r. 'J.-‘md:_.if_‘ the

- originator intervened in the litigation, the issue is 'still at the mercy of ..

an overburdened court.
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Legis lative Soluti on

~ The criminal statute prohibiting disclosure of confidential information

by Federal ‘employees, 18 U.S.C. 1905, is of uncertain comfort with respe.ct

to disclosure under FOIA. Indeed, section 1905 would, if involved at all,

apply only after disclosure and é.ft__er_the démage had beeﬂydoné. A.lso.,

"section 1905 only applies 'unless otherwise provided by law." Since FOIA

is another law, it is an easy interpretation to find that section 1905 does

not prevent disclosure under FOIA. Indeed, in M. A. Shapiro and'Co.mpany

v. Securities and Exchange Commission the court explicitly held that section

1903 ""does not prevérit_ disclosure of information that is authorized to be
disclosed under other laws" and that, accordingly, ''there is nothing in
Section 1905 of Title 18 that prevents the 'opera"ci'on of the Freedom of |

Information Act' - -i.e., disclosure under FOIA.l?

On the_ other hand, there are many such "other' statutes 'that_'prohibi: _' .

‘disclosure of confidential information;! 8 and where they Qo the..pe.nalti.es oi .
18 U.S.C. 1905 can be invok'ed.for‘un'al'lthori‘zed disclosure by federal |
employees. Subsection {b)(3) of FOIA similarly provides an ''exemption”

' 'a.-ga.i"n‘"s; disclosing information protected by another statute,

17. 339 F. Supp. 467 470 (D. D, C. 1972) -
18. "Atomic Energy Act of 1954, 42 U. S, C.. 2011 2161 2160 Civil
S 'nghts Act of 1964, 42 U.S.C. 1971, ZOOOe-:a(b) and 8(ek Federal
‘Election Campaign Act, 2 U.'S.C. 431, 437g(a)3; Consumer Product -
.- Safety Act, 15 U.S.C. 2051, ZOSS(a)ﬁZ) Occupatmnal Safety acnd o
- Health Act 0f.1970, 29 U.S. C. 651, 664" S
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A good example is the Federal 'Nonnucleaf Energy Research and |
Development Actlof'1974‘.-19 The inclus:'ion'of protectioﬁ for confidential
information was intended specifically to circumvent the unpredictability
of the protéction ostensibly afforded by the fourth "exemption" of FOIA.
Indeed, Senator Fannin stated in connection with the House-Senate
‘Conference. Committee's action on the bill: =
The conferees took this action because. ...
under existing law, primarily the Freedom
of Information Act, '"holdings" have made
_ government protection of trade secrets and . |
¢ - other proprietary information completely .
unpredictable... . Qut action here is intended
to remedy that situation'_for_ERDA;_zo :

Again, in the Federad Aviation Act of _1958.' as amended, there is
specific 1anguége prohibiting release undélr FOIA where t_hé Administrator
has determined the information contains = trade secrets, privileged.
information or confidential commercial or financial information. 21

In approaching a statutory solution, however, attention should be

'given Robertson V. Bl.ztterfiei.d, a 1974 .Court._..df‘ Appeals decisibﬁ fr..'or‘.r';.t'he' o
District of Columbia, 22 | |

In that case apﬁellee‘s h_ad requested cértain répofts in thé .files' of
' fhe_ Federal A.v'i'a'_cion. A_dmi..nis.ltrati_qn. I.‘he._s.'e.repox;t.s'. f:onsist.ed of anélyses

19. 42 U.S.C. 5901, 5916, e NI T
20. 121 CONG. REC. HI2379 (Dec. 11, 1975) .

21,49 U.S.C. 1301, 1357(d)(2). BT A
22, 498 F.2d 1031 (D.C. Cir. 1974); . ono0
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made by employees of FAA with respect to the operatmn and mamtenance :
'perform'anc:e_of airlznes. The FAA. Adm1n1strator had denied d1sclosure

as being' "not required in the interest of the public. n The -lower court

_ referred to the Federal Aviation Act of ]._95'8, 'in which there is pfoﬁision

for -withholdin:g such reports'.'23

_ The Court of Appeals mterpreted the 1ower court's dec151on as

o rely1ng on subsect1on 552 (b)(3) of FOIA, although the dec1s1on d1d not

croeczlflca\.llv $0 state This exemptzon goes to the d1scl_osqre of m_atters‘
: _"_speciﬁcally exempted fr.om_di's_.closur_'e by ste.tute. " The'is.sue before
the' Court ef Appeals, therefore', w;s .v.vhether. t_he Federal Aviat_ion Act '
of 1958 was, under the..se .'circun.zstan.ces, | st1ch a "I’sta_tute_"' as o bring the
denial for discloSuee_“ﬁthin:sebseetion hnfejf'
+he Court of AppeaTs held that it wae not, ..The cou.rt “z.‘easoned

: that the exe-mptmn of subsectlon (b)(3) applled only where the statute
-that was asserted to exempt dlsclosure ”[9pec1f1ed] the docurrents or”.'
: categ__orie's of d_o.c':_ument_s it a_uthe_riz_e's te be'..lwithheld_'f_r.oi.-n';eublic e'ergtiny; A
Th1s, .declared th.e. court, t'he FederaI.Ax‘rtettert-ACtfa.ifle.d'--to '.do.

Accerdingly, a statete af'ford:ing' positive pr.ot__ect_ion for c.on.fiden.tial '
info"rr.na'tion. a'ss.o.ciated _w’ith .rre‘c_om.binan't D'N'A., whether submitted as. P.art

of a voluntary request for app roval of fecéilit-ie.s and p:ojee'ts. or a"s'_ma'ndato'ry\ o

1 23. See note 21.
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cumpliante with other provision‘s' of 2 rec:omiainant DNA statute, should. |
ci.enominate vtrith-care- the categories“of infor‘mation to be .\xrith}ield 'f‘rom.
td:sclosure under FOQIA, rSuch a categoriz.a.tion, for example, m1ght 8
'generally take the form of the several types of information enumerated
“at the beginning of this'Memorandum. It nvould also state, .of course.
.t'hat any euch_ Statutory exe'rnp:ti_o.n' \troul_:i be subject to '.overriding con- '
siderations of .the .p_u.blic healt.h.“and safety'.' o ..
In summary, there is -strong preceden_t and eound rational_e for

including statutory language 1n a recombinant DNA bill that would g1ve
| p051t1ve and dependable protection for re'. eerch and development 1nforma- .'
" tion su_b'mitted pursuant to requirements of a statute. - The pubhc 1nterest
will not be served by leav1ng the .matter to the vagaries of an FOIA
exemption, particularly where the.agenc‘y responsible for the decisio_n
concerning tlieclosure would na've to expend high p‘rioed a.nd. precious‘ ta..lent
“to make reasonable Judgments‘ required by the FOIA approach But more _

i-rnportan't FOIA has been shown to be 1n=a.dequate and undependable,

réliance on the trade-secret ”exemption” Will not inspire full disclosure.
The concerns about premature disclosure affect both the commerc:1a1
' organization and the university. Specific statutory language that would

qualify the statute under eubsection_-(b)(3-)___wou1d avert.much'htigation BT “* k

‘ -'fron'_l both requesters of info rmation and originators of.'i.nformation that -

would otherwise be invited by amj decision tné"'alg'en.c:y mi.ghtri‘na.ke'.'f'-_‘.f-O.r_lIy-
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;_h;ough such a positive dgcla.ratibn in the statute will_the pfospects' for .
. patenting by industry and universities be preserved and the essential -

'-_Jstep of commercialization be encouraged in this advancing frontier of :
. . ) : = . : - B : ’
medical science.

A. R. Whale o |
Assistant Secretary and General -
' Patent Counsel = B
Eli Lilly and Company o

" Indianapolis, Indiana 46206

May 27, 1977
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