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T T:I‘F‘ meE HOUSE

 FOLLOWING IS THE TEXT OF A
- MEMORANDUM FRCM THE PRESIDENT
 ADDRESSSD TO THE HEADS OF THE-
.- EXECUTIVE DEPARTMENTS AND .
© AGENCIES ON GOVERNIMENT PATENT o
POLICY WITH ST A’I‘ENEI\" AT TACI—I;LD o

o Over the years, through Executwe and Lemslatwe actmns, a vanety o_f :
_ . ~practices has developed within the p:xecuhve Branch affecting the dis~
o position of rights to inventions made under contracts with outs;de ) '
IR ‘-'orcra.nlzahons. It is not feasible to Have cdinplete uniformity of practlce
- "throughout the Government in view of the differing missions and statutory
responsibilities of the several departmenta and agencies engaged in
research and development Neverthnless, there is need for greater
'. C0n51stency in agency practices in order to further the governmental
and public interests in promoting the tilization of Federally financed -
. inventions and to avoid difficulties caused by different app..oaches by the
" "agencies when dea.lmg w1th the same class of organlzatlons in comparable :
. patent 31tuat10ns.. : : :

":\From'the e'xtcnsive and fruitful national discussions of government patent .
practlces, significant common ground has come into view, First, a

 single presuinption of ownership does not provideé a satlsfactory basis for -
government-~wide policy on the allocation of rights to invéntions, 'Another
:common ground of understanding is that the Government has a respons:t-,
-bility to foster the fullest exploxtatlon of the inventions for the pubhc

- beneflt ' : : :

" Attached £or your guidance is a statement of governrnent patent pollcy,

- which I have approved, identifying common objectives and criteria and

' setting forth the minimum rights that government agencies should acquire
“with regard to inventions made under their grants and contracts. This .
statement of policy seeks to protect the public interest by encouraging

" the Government to acquire the principal rights to inventions in situations

where the nature of the work to be undertaken or the Government's past

investrmaent in the fleld of work favors full public access.to resulting '
" inventions. - On the other hand, the policy récognizes that the public )
- interest might also be served by according exclusive commerc1al r1g‘1ts
_to the contractor in situations whexe the contractor has an established
_ : non-governraental commercial position and where there is grea.ter

i i 7 Tlikelihood that the 1nvent10n would be worked and put into civilian use’
ot 0 than would be the case if the 1nventlon were made more freely avallable. -

3 A'Wherever the contractor retains “‘nore than a non- e,:clumve 11cense, the
- policy would guard against failure to px actlce the invention by requiring =
< . that the contractor take. effcctlve steps within three years after the patent
" issues to bring the invention to the point of practlcal application or to '
make it available for licensing on reasonable termg. The Government
. would also have the right to insist on the granting of a Jicense to others =
" to the extent that the invention is requlred for pubhc use by governmental ]
L regulations or to fl,.lflll a health need, lTI‘GSpECthG of the purpose of the
. contract ' ' :

“",';".The attached statement of policy will be 1'ev1ewed after a reasonable o
= "pemod of trial in the light of the facts and experience accumulated,-
. Accordingly, there should be continuing efforts to monitor, 1ccord and
"evaluate the practices of the agenmes pursuant to the pohcy gmdclmes.
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: -and development which re ults inh a cons*dcrable number of mventmns
- .-and dlscoverles. = '

sthat ezf'ut be madse to encourage the expoditious 'c_ew,lopme"a.. and

Thw memorandum and the statement of pohcy sha.ll be publmhed in the _
FEDERAL REGISTER. - b R b et )
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S'I‘A'I‘LIV’ENT OoF

GOVERNMLENT PATENT POLICY

S

Basic Considerations

A - The government expends large sums for tne conduct of research

_u;‘ﬁ: .

B. The inventions in sc1ent1;.1c and’ technologxcal fields rcsultlng

from work perfiormed under government contirzcts constitute a valuable
- n_a,tlonal _r_e_sox.rce.- ' k ' S o

- C. . The use and practlce of these inventions ‘and dxscovemes

“should stimulzate 1nven+ors, meet the needs of the goverz‘ment recoonlze

the eqult;ee of th.e ,_contra_ctor, and serve the public mterest.

:-).'

D I}ﬂc public interest in a dvnam:.c and pfflc ent \.co*}o*ny requlres

civilian use of these inventions, DBoth the need for incentives) to draw
forth private initiatives to this end, ard the need to promote hc.,-i'tny'

" competition in indusivy mwust be weighad in the dispeoition of patent

rights under government centracts, Where exclusive rights are acqulred
by the contra.cto he remains subject to the provisions of the antitrust .

\laws.

E. - The public interest is also served by sharing of benefits of o
government-financed research and development with foreign countries to
a'degree consistent with our international prografns and with the objectives

o of U 5. foreign poucy.

F, There is growmg 1mportance a.ttc,chma to the acqulsxtmn of

.fore1gn pateot rights in fu therance of the :mtere its of U, S. mdustry and

the gove rnrnent

Gl The prudent administration of gover nment research and develop-— .

ment calls for a government-wide policy on the disposition of mventzons

made under government contracts reflecting common principles and

. objectives, to the extent consistent with the missions of the respective.

agencies., The policy must recognize the need for ﬁembxhty to
accommodate speczal sltuataons.

AR

‘Section 1,. The following basic policy is established for all g"cvé'mméﬁt”

agencies with respect to inventions or discoveries made in the course of

~or undet any contract of any government agency, subject to specific .
statutes governmg the dxsposnmn of patent rv.gnts of certam government
~ agencies, |

)




(a) V’he re

TR RIS . _(1) a prmcxpal purpose of the contract is to create, .

T develop or improve products, processes, or methods.
_which are intended for commercial use {or which are
¢ otherwise intended’td. ‘be made available for use) by.
S “- i . ' the general public at home or abroad, or which will
G be required for such use by governmenta}. regulatlons.-
doee LT e e er : : -

: o R o - (2) a prznmpal purpose of the contract is for exploratmn
o FPRER . into fields which directly concern the public health
or publlc welfare or - :

- (3) the contr'act'is in a field of science or technology in-
which there has been little significant experience out--
side of work funded by the governme'nt, or where the

; T T ; e government has been the pr1nc1'oal developer of the

| cig .. . field, and the acquisition of exclusive rights at the time

e oy L of contracting might confer on the contractor a pre=-.

P e ferred or don’unant pomt:.on, or

o T o {4) the ser‘vices of the contra_c_tor are - R R

' v B - ) for the operation of a government-owned research
ST S or produotlon facﬂlty, or

(i) for coordinatin_g and diréctin:g the work of others, -

the government shall norma.lly acomre or reserve the right to

“acquire the principal or exclusive rights throughout the world in

and to any inventions made in the course of or under the contract.
dIn exceptaonal circumstances the contractor may acquire greater -
_ _ . rlghts than a non-exclusive license at the time o_f__g_ontractang, where
i -0 . the head of the department or agency “certifies that such action will’
v . .. best serve the public interest. Greater rights may also bs acquired
oo o by the contracior after the invention has been identified, where the
N IR " +...  invention when ma.oe in the course of or under the contractis nota

Pjﬁéj&blect of the contract, provided the acquisition of such

.. greater rights is consistent with the intent of this Section 1{a) and |

_is a necessary incentive to call forth private risk capital and expense 1
o

to brmg the invention to the pcnnt of practlcal appllcahon. _

(b} In other sﬁuatmns, where the purpose of the contraot is to
build upon ex1st1ncf knowledge or technology to develop 1nformatlon, :
products, processes, or methods for use by the government, and -

.. the work called for by the contract is in a field of technology in which"
' the contractor has acquired technical competence {demonstrated by
~factors such as know-how, experience, and patent position) directly
related to an area in which the contractor has an established non~
' governmental commmercial position, the contractor shall normally
acquire the principal ¢r exclusive rights throughout the world in
o and to any resultmg 1nvent1ons, subject to the government acquiring’
_at least an irrevocablé non-exclusive royalty free 11conse throughout '
' _the world for gOVernmental purposes. L A

(¢) Where tho commercial ihter_ests of the contractor are not
“pufficiently established to be covered by the criteria specified in
Section 1{b), above, the determmatlon of rights shall be made by
the agency after the invention has been identified, in a manner
S deemed most likely to serve the public interest as expregsed in this -

o . - (OVER)




- pohcy statement, tc...kma partmularly into account the mtentlons of
" the contractor to bring the invention to th e peint of cornmerczal
.. application and the gu*delmes of Section l{a) hereof, provided that
" the agency may prescribe by regulation special situations where
" the public interest in the availability of the 1:(*lven‘tu:)ns would best.
"be served by permitting the contractor to acquire at the time of -
" contracting greater rights than a non- ~exclusive license. In any
"' ‘case the government ghall acquire at least a non-exclusive royalty

free license throuphout the world for dovernmcntui purposes..

"

@) In t‘}e s:Ltuatlono speci ified in Se\.*‘mon l(b;) and 1(0), _wheh' '

two Or more potential contractors are jud dged to have presented
proposals of equivalent merit, willingness to grant the crovernment

}_'prmczpal or exclusive rights in resulting inventions will be an
addltlonal factor in the evaluatlon of the proposals.

Y .

(e) Where the p;.mczpa}_ or exclusive (excent as agamst the
] government) rzg'bts in an mventron remain in the contractor, he
" should agree to provide writien reports at rezsonable intervals,
" when requested by the government, on the commercial use. that is
being made or ig intended to be made of 1nventvons made under :
- government contre_cts.

(f) Where the principal or excluswe {except as agamst the
. government} rights in an invention remain in the contractor, unless
 the contractor, his licensee, or his as JIgnee has taken effective
steps within three years after a patent issiles on t‘vw invention to.
bridg the invention to the point of practical aoohca., on or has made
“the invention -available for licensing royalty free or on terms that
":'are reasonable in the circumstances, or can show cause why he
" 'should retain the pr:nc1pal or exclusive rights for a further period
of time, the government shall have the right to require the granting
" of a'license to an applicant on a non-exclusive royalty free basis.

{g) Where the principal or exclusive (except as against the -
- government) rights to an invention are acquired by the contractor,
the government shall have the right to require the granting of a
llcense to an applicant royalty free or on terms that are reasonable
. in the circumstances to the extent that the invention is required for
public use by governmental regulations or as may be necessary fo
fulfill health needs, or for ot ner public purposes stipulated in the
contract. _ o A g

(h) Where the government rnay acqua_re the pr1nc1pa1 rlghts and

¢ doee not elect to secure a pacent in a foreign country, the:.contractor
' “may file and retain the prznc:Lpal or’ exclus1ve foreign rlgn ts subject
to retention by the goveroment of ‘at least a royalty free license for
" governmental purposes and ‘on behalf of any forelgn government
'pursuant to any ex1°tmg or £usure treaty or acreement w:uh the
Umwd States. o o T O
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Section 2. Government-—owned patents 511:..11 be ‘madé avallable and the
technological advances covered thereby brought inté being in 'the shortest

‘time possible through dedication or hcensmg and shall be llsted in Off:tCla.l

rgovernment publications or otherwzse.

‘Section 3. The Fedéral C'oﬁnci'l for Science and T:chnology in consultation .
. with the Department of Justice shall prepare at least annually a report _
_:""con'cernin'g the éffectiveness of this policy, including re¢ommendations for -

- - revision or modlﬁr‘atlon as necessary in light of the practices and '
_-'deterrnxnatlons of the agencms in Lhc, disposition of patent rlghts under
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théir'contracts.. A patent advzsory v)a.ncl is to be estabhs ed’under the

Federal Counc1l for Science and Tec'h o.‘ogy to

_ (a} develop by mutual convultat;on and coox dmatwn W1th the
‘agencms ‘common guidelines for the implementation of this poliey,

" consistent with e-ust:Lr.F' statutes, ‘and to provide cver-2ll guidance

' ‘- has any right or mtere st and

I

~as todispositien.of inventions and patents in which the government

(b)_ encourage the acqu_i'siti_oln of data by government agencies
on the disposition of patent rights to inventions resulting from
“federally-financed rescarch and development and on the use. and
:)ra.c.,me of such inventions, to serve as baswL for po icy r_ev1ew_._

and: developm ent, and .

{c} make rncommendatmns for advancmcr the use and explmtat;on
of government«oWned domeatxc and :forexgn paten‘,s. -

Sectm"x 4, Dcnmqo'w' As used in th1= polxcy statement, the stated terms .

e e -,

. in smgular “and piural are defined as follows for the purpo.,es hereof

¥ (a;) Governmént agency -

includes ahy E"ecutive-department,
independent commission, board,
office, zgency, administration,
authority, or other government .
establishrnent of the Executive Branch

- of the Government of the Un;ted States:

(b) "Invention' or ce-wwux
7 Pinvention or
~ discovery"

of America.

’

glncludes any art, machine, manufacture,
‘design, or composition of matter, ox

any new and useful improvement.

thereof, or anv variety of plant, which

is or may be patentable under the

Patent Laws of the United States of

America or aany foreign country.

(c) Contractor mmmsecawn-

- {d) .Con-t:r.act o e

means any individual, partnership,
public or private corporation,
association, institution;, ox other

entity which is a party to the_-contract.

means any actual or proposed contract,
agreement, grant, or other arrange~
ment, or sub-~contract eéntered into

with or for the benefit of the govern~"

ment whexe a purpose of the contract

- is the conduct of experirnental,
-"_developmental, or res_earch work'.

e} "viade amcmaemmann

when uged in relataon to any 1nvent1on
‘or dl;—:ﬁovory means the conception or
first actuzl ﬂ*educhon to pra.c.,lce of

- guch invention in the course of oxr

(f) Gove rnmental e
purpose

under the contract.

meari's_th.e right of_the'Government of
“the United States (including any agency
thereof, state, or domestic rmunicipal
governw nent) to practice and have
practiced (made oxr have made, used or

 (OVER)




SR % S o " have ‘u_se.d,' 'éol_.d or have sold) .
Lo .- throughcut the world.by or on behalf
‘of the Government of the United States,

<o v {g) YTo the point of-~-w-~ rneans to raenufacture in the case of a

~w- o practical - composition or product, to practice in

©application" the case of a process, or to cperate

' ' .. in the .case of a machine and under

. .7 ‘such conditions as to establish that
i . the invention is being worked and that
RIS its beneiits are reasonably accessible
to the public, ' - L :

B
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