May 21, 1968

Mr. Rayiond J. Woodrow o o
Associdte Treasurer and Director- - o
Resenyrch and Proiject Administration :
Princeton University
Princaton, New eracy 08540

Dear Ray:

very much your sending us the reoe

We apﬁr clate ent correspondance
between My, Charvles B, Brown of the Department of Health,
Eédyoation and Welfarce and yourself relating to the propozed

; g cased that you

CInstitutional Patent Agreement. We also are pla
‘asked for our comments. ' S

Ve note that Mr. Wallece Treibel forwaxuoc you a copy of h;" Com~
ments on.the_aﬁreﬁment as wvell as to us. Ve will CJmﬂenL on. both
‘your ‘and his responses, sending coples of this Jetter to hlm and

40 Mr. Brovn ior Lnelr information,

In studying both responces we are struck in general, by the

favorable tone of- your leLLcku. It szems to us that the najor

differences of opinlon relate primarily to possible conflicts
‘ketveen the Dm;aLtranL patent policies and the policies in effect
_al tha VQxlouq ‘univérsities. ALl other stated differvencss appeay
Cto invelve primarily incon vsistencies between the terminology used

in vaxr ton: Haraﬁf:pis or beliefs that some gections are unduly
~rest¥ic uzve, pal ticularly those with specified time limits,

To provide a somevhat d far

ar exgpactive on the p:xa'cdc:“'i it
‘might bb Vortna“hle to ex nin the 1lternaiivc9 to the inztitu-
ticﬁﬁl ghont,  In essence there are two. These are a) to
allcw the Du atu: ent to rohaﬁr patent rights and b) to chiain 2
o £
dote:ﬂ¢11ti0n of patent rights cwnexship on a case-hy-case basls,
Both ©of these alternatives have been and are being uvsed todav.
b bt}
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In our view the ex
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.

fft'igfoar_uﬁi¢c” that in the ngat of the experience Lhm Dopari-
- e

alternatives, the Depariment wishes now

2nt-has had-using thes
provide g thixd alternative whilch WLll provide an efficlient,
ective and workable method for obtaining the gredtest publiec
it Ehifoug dimum use of the incentives provided by the
ent ' ' o I R :

ence of the proposed Insti ntienal ay raene

: ist t nts
U will greatly facilitats this process, yet at the same c1mﬂ provide
adeguate ““fegvarﬂs for the prﬂqﬁnilo of unreason amTe rozalties

cand repres ssive practices. _ SRR
The proposed agvocmﬁrf should overcome the following very roeal-
a Pajo? disadvantages which the two present alternatives have:

a) -In th ase o

retgntion of patent righ
the Government

f‘“!"a}

1. Eo mechanisn eaists or is contempleted in Govermment
- agencies for developing an adeguate licoensing proegran
which would allow inventicns to be brought widely and

promptly to the mazketplace. :

2. The Covermment is Dbll@bd to license royalty-free and
“pon-oxclusively to all comers, with no provi ﬁlov'for
selecting the best licensce ' '

f3.,-Tnozdln“i ly long times are reguired, io pLo s the -
patents and aevnlop llccnae .

by In the case of c¢as se-~by-case ownership determination

1. A lenqgihy and conplicated petitioz must be prepared.

- on every case providing justification for tne re-
quast, ' -

2. Processing of these petitions by the Depaxi maent is
inoxdin a%cly tine ~consuming and costly. -




d estimate e
petitions averages about $1000 to £1500 cach.
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FO“_angremea?ely the past four years ve have heen operating under

-”ﬁEternatl z {o}, abavc, and find that it is workanleo The overall

;onﬂv1ﬁen-*ﬁ any given casc can ba and has bhecn gvuau#y reduced
'”ozaﬂnj and processing the rioua docunments required con- _
Courrerntly, Ve now have £iled ?0 p“*lt;oqa for determination under
‘Paragraph 8.2{b) of the Department regulations, and have reccived
3 Favoranle determinations and no unfavorable ones, We have sudc-
cessfull ly negotiated one license on one of the cases and are cur-

“rently well advenced in negotiating similar licenses in three
‘a@ditional cases. ® g ‘ S S ' - :

e
)
[utn

ng these

pe

our costs .in developing and £}

ctive into uilﬂCt focwg on the pronosru ﬂorcpw

Yo bri: S perspe
ment in the lith_of cur past four year's ceuperience, we will
coamant on tne numbe

red points in your letter as follows:
a) We agxee cbmﬁl :tely with you on your numbered paragxaph':

L. %he acrceanL would benefit the public interest, the
zivors%ty and the inventor. :

3. Ve agree that the termlnalog‘ appeariﬂg to disting
between contracts and grants is muddy in the propos
agreenent and should be clarified and that the same
“patent policy snhould apply to hoth. L

10. The dﬁ?OON@P“ provisions should be speclfied fox-

o iPClUJth ln t““ liczn e, -

S T A roof of lack'of admﬁn“wtra ive facilitles for patent-
- ing should not be reguired. S :

‘lZa"YﬂU? suggestion on time limits is reasonable and

c‘ (_-,.,-4
po=1~ By L -

be. Inhibited, but o regiirement
ssary or desirable. :

14. Troutine veporting of data on pro 0
1der

o and royalties
red confidenii (.‘.1. b_[

ndus trlnl 1l€ ensaes

©

ion
i

:}
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Raymond J

We,aﬁree in part
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and will not mater Aally aid the Govevnﬁenh ﬁn deten-
- nin *ng wnmtner undes *rubwh prﬂ“tlch ayée o. 1rILﬁr

suggestion that the s 5LatanL
~Becretary wake the fiinal authoritative decligion on
“whether the nstxtutional agreenent should apply
¢n oy - g1vbn caﬂb. R

We agrea with your

with your.numbereﬁ.paragraphs:

The 1 raposed agrecment, uthOqu ROTe re%LElCTlVﬂ
tham thm original agreements in sone respects, repre-

ents a consi Gerebly less restrictive ciranoemuh -
than vas in effect some five to eight yeavs ago, . and
reflacts qguite Faithfully the terms being used in
case-~by~caze determinations currently. In our cyyarin

“ence, we ave finding these terms quite workable.

s

We feel that where the institution's e>'sting patent
policy conflictg with HEW's patent policy, the HEW
policv'uhou]‘ govern, »In this case there are two
alternatives for the professor and the instituticn:

_“@&. . Refuse to aCCQp o
N £
’ Fi

: contyact
- in the :

b. Accent the grant or contract abid

ing by
HEY patent policy in a separate ne&orarnu&
- or agresment of understanding.

~Princeton is one of a vather small minority of insti-
“tuficas which have strong feelings against the insti-
tution retaining patent yights ownership. We see no
reason why this whole gituation could not be resolved
Leagily, as we have dohe in several indivlidual cases,
by arzanging for Research Corporation or cother such
norn- p:a’i cexganizaticn to provide patenting and
“licensing services on all inventions rasu lblng from
EE¥ grants and contiacts under a contractual.
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- arvangement separate and aistlmcf from that
for other types of inventions from thabt ing

- %Whis sort of an arrangement ogv;o sly nseﬁp much

_-5fuxther eXploration however.,

Pavagraph IV{b) seens ito us to be mostly red tup
a2

aaraph ishy,
Coeostly and perhaps unnegessary, bhut not noce d?-ily
© too stringent or unjust.  We do not feel that cre
L ecomplaints from industrial concerns are bqulG, ohi
' JLSuifL ation to do away with such a provigion.

We wonld think that 15 provision can and should he

s
wodified to make it accep teble to all parties with-
out much G¢ifl?ﬂ1ﬁy. . S

It is our uvocrhbhndlnq that prompt rveporting of

inventions and the intention to phtmnt can be inter-
preted to include a suitable time for evaluvation of
i

the invention as to patentabiliiy and commercial
potential. As we see it sinply reporting that
patenting will be attemwpled does not commit the
university irrevocably to that courge of action
should Jateyr study show that patenting iz not suit-
“eble. The nain purpose of this provision appears t0
be to ensuxre thalt elither the univ fr33t; or the. DHEW
will seriously consider thisg course of action bofore.
the Patent O o

£F¢cc time clock runs out.

‘While we agree with you that the form of the license to

the covcvﬁment should be flesible, we do not ag:ce that

Anciuding state and Funiaiphl goverments should in-
“hibit 11Cbn ing gene rally., hwb will szf fer, of couxrse,
will be the universities ana the inven or, as they.

will colloct no royalties. We also f-ﬁl you are

~interpreting the language of this sgection much too

tztc»’;; it is our opinion that this provision refers
K )2
onl_ o sales by the licanses to his original cuotoner,

and d*ﬂq not regwire the licsnsea to trace down the

. distribution train to the ultimate consumer..

sale or eight years afie

Our view is that five years after first co .nbrCWal
k) i £ 2
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would bhe f&“L, eguitable andg 13rkab1c in to
i

day's
Ce e T - elimate in the dfhﬁ industry. Shorter periods than
TR RS "thuoe.can sometimes be tolerated in other industries
CI © o whiere Food and Drug Administration clearance is ndt

5
jreqwlrbd, Howevex, these times nay wall have to be
‘lcnw thened in future years. ' '

rticle v"{f) regarding royalty payments to inventors,
la.noc raftaed to rcccﬂnize differcnces betwsen Insti~
S0 tutiong and di vays inventicons may be

e .. handled. The ¢ & how DIEY inventions are

S o cto e handled irrves pﬁ"t ve of the ingtitution's '

palic1cs.and desived manner of handling rovaliy in-

comz. The special Princolon case you ¢ite az an

exanple where the inventor yeceives more than the

15% is not partinent, since 1t was not encumbered by
‘@& DHEN grant and was not in the drug field,

e
T

ind he haz agreed

furning now to Vally Treibel's comments we f
generally with your comments and suggesticns. Taking than LQ ong
bf.OBC: o : - . _

- Rights to Sub-contractors - Article Wv(%}

. %his is @

iscussed under 5. above, We feel i
to make special provisioans in the circuwnstone
al. £

£
, X
”El, Traib For exaaple, the Deperitment, e;ck and stevans
Institate of Wechnology have developed and are opernting undew !
& threw-iras aarcamonh to deal with essentially ¢his vVery
cgltuation, and for whilch Reseaxch Corﬂor1bi01 is handling

*t*n-paz,“gﬁnj and 1160%@11 : o - 2

'Itci'jah to lija - B*tqcle Vfc)

This ie discussed unﬂcr 6. above.

. .Pexr icﬂ_of rclusivity - Article vi{d)

. Dia srcﬂ under 8. abova.

For1u1a for Pu;alwlev to Invenhor VI{F)

D=vcuﬁﬂnﬁ under 9. LbOVb. Eere again it should be pointed out



‘The @bove comments and vemarks are wmeant to be congtructive and
1

LAn @ealing with all manner of inventions ha viﬁg all kinds
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© that DHUEW policy may conflict wxhh university policy, but
~Ahat An our opinlon DHEW policy shounld prevail on all tno&“,
_inventior ns arising from use of DHEW funds. It is ouxr xespon-~
- eibility as urlxaralty reseayrch adminigtrators to halp DHEY
“@evelop a falr royalty payment policy for all such inventlong
_WActher ﬁuvn a policy conflicts with an espacially libexal
icy or not. In our cﬁ;nﬁoq, the lovantor’'s

ol
in the p"owﬁae& thw ig fair urider tomay g con-

Applicability of Agrecment - Article v

Discussed under 15. above.

G 3]
whjﬁﬂhﬁvﬂ ~and are based on our rather long and varicd expes
L

O .

strings atiached. We feel Mr. Brown has dome a remarkable job in

bringing a logical crd acceptable solution to a very complex and

-emotzon ~ridden problem within our grasp in swvch a short time., He
doserves every kind of cooperation and understanding that can be
given hin and what he noeds npost are honest cobjective and thought-~
ful responges fyom all of wvs, I think you, Wally and most others

have Gone this, and expaet yvoun will contince to do. =0 as long as

- thexre are recepiive eqvc in Was n*nrton

k3

We would be pleased to receive your further comm
&t any time, and thank vou again fox LGvO‘ng us

e
informed on this

vital subject.

nts on our opinicns




