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Professor William H. Young

Budget Director

20 Bascom Hall

The University of Wisconsin
Madison, Wisconsin 53706

- Dear Bill: -

" Re: Crane, Gréen, & Lester
Case N-G2-58 (D59)

' You have forwarded to us a copy of letter from Dr. David E.

" Price, . Deputy Surgeon General, dated August 18, 1964 in regard to -
the above case, You have asked for our commehts and for our Founda- .

tion's position _in.i"egard to the matters discussed in Dr. Price's letter.

We should like to make the following p_eints: o
1. The Surgedn Gene.ral,'s Determination in this case of
| December 16, 1959 in paragraph G-1 speci_fic_ally provided
that | | | -
"all rights in the invention, inciuding the pending
‘ patent application, will be left by the inventors
with the Wisconsin Alumni Research Foundation. "
If_l aceordance with the above quoted paragraph G-l of
__the Determination, the inventors, in fact, under date of |
August 25, 1960, -essigned all their right, title anc_i.i'nteres_t_ in. :
- and to this Iinventior_'l, and the pehding patent applicetion_ thereon i
“to the Wisconﬁn Alumni Research Foundation. o
| . Section G-6 of the Determination, referred to in Dr.
. V_Pric__e"s letter of ‘August 18, pr_ovided as foliows:
COMIf ar any time the Foundation decides to abandon the
* patent application or otherwise to give up the develop-
ment and administration of this invention, it shall

| either (1) assure the effective dedication of the inven-
tion to the public or (2) offer to transfer all rights in
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and to the 111Vé11tion to the Government as represented
by the Secretary of Health, Education, and Welfare. "
(Emphasis supplied). : ' '
It is clear from the above that at the present time the
' :Foundation - not the Univérsity 6f Wisconsin - is the owner of _ 
this invention, and the Foundation - Arllot the _Un,i_versity of
Wisconsin - is the oniy entity in a position to transfer rights
~in this invention to the Government. |
In the light of the foregoing,_ it is III’IIOSE p_uz_zl_ing tous |
 why Dr. Price's letter of August 18 was, in the first place, -
addressed to the University of Wisconsin rather than to our
- Foundation _.an_d,_ in the second place, why Dr. Price did not
| supply to the Foundation a copy of his lletter of August 18 to yoﬁ.
2.  Ina letter. dated September 20, 1963, (copy attached)
our Mr. Bremer advised you that it was then our intention, prior
.to pay_ment of the.final fee to the Patent Office in the pending
case, to aésign_the Foundation's right, title and interest in and
" to this invention to the United States Government. On. the basié_ -
" of that expression of. intentioﬁ,_ you, in a fneeting .With Public |
" Health Service representatives in Washingtoﬁ on October :
1963, offered all right, title and interest in this invention to the
- Government. H |
Based on the fo'regoing,- we feel we are committed to
follow through with your offer to assign this invention td the

Goverhment. We feel this way on the basis of our September 20, |

1963, letter to yoﬁ and not on the basis of any requirement in
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the Determination. In other words onder the Determmatlon
_there would clearly be no obligauon on our Foundamon at thls '
) m to elect either of the alternative courses of action set forth - '
in the first s_enteﬁce of paragraph G-6 of lfhe De__t_erfninﬁion. '
‘ Were it not for this prior commi?_:meﬂt, the Foundation would have
- been in a po'sitio_n, so long as it did not wish "'to abandon the
patent applieation or otherwise to give up the developfnent and
admi1iie-t£ation of this invention,” to el_ect. to retain o§v11ership' of |
‘the invention until July 1968 and -~ hope that a eommercial inter- o
est in the invention would be developed.
| In accordance with the foregoing, we now advise you, and
through you the Surgeon General, that it is our election to pursue
_e_lt_ernative 2 of pafagraph G-6 of the Surgeon General's Deter- _
mination end we, therefore, now by this letter:
"offer to transfer all rights in the invention to the
Government as represented by the Secretary of
Health, Education, and Welfare. ™
3. We should like to reiterate emphatically a point made in
. Mr. Bremer's letter of September 20, 1963, to you j;egarding
this mafter. ~ After the Determination in this case of December
16, 1959, our Foundatlon (not the Umversny) pointed out
repeatedly (orally and in wrltmg) that the Determination was
_Wholly unrealistic in permitting the grant of a 11m1‘ced excluswe

license to a single _flrm which was willing to undertake to develop

the invention, only on condition that "all future developments
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baséd on thié .invention made by an exclusive licensee" would
be subject to the restrictive terms of the Determlnatlon (see
letter from Dr W G. Hendrlckson of WARF to Deputy Surgeon
':_ | VGeneral Porterfield of September-26, 1960, (copy enclosed).
o Thls meant that the.Foundation's exclusive licensee would have
to agree, in considerati_on of recieiving its excilusive license,
to (a) license the Government royalty-free under all of itls future -
develdpm’ents based on this invehtio_n (paragraph G-4 of _the ‘

5 Determination) and (b) at the end of ten years from the date of
filing the patent application in the originél_ case (July 7, 1938),
either effec_fively- dedicate all such future inventions to the public

-or make licenses thereon generally avaiiable on a royalty—freé. o

- (See paragraph G-3 of the Determination)

~and nonexcluswe basigl The 1nequ1t1es inherent in this phase
of the determination were pointed out to the Surgeon General
not only by our Foundation (see letter from I—Iendricksoﬁ of
September 26, 1960, enclosed), but, likewise, convincingly

by letter from Merck & Company, in(_:. , our proposed exclusive
licensee, to WARF dated Augusf 10, 1960 (copy of the Merck
letter was sent to the Surgeon General with the Hendrickson
letter of Septembef 26, 1960). | |
| .We should like to point but that as a result of this harsh

requirement .i'n‘ the Determination: |

.. (@ Merck lost interest in the invention; . .

| (b) no license, exclusive or othe‘rwise__,.. was is;_ued._ :

© to Merck on the subject invention;
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o (c) shortly after the making.- of the'Deter_mination .

by the Surgeon General, Merck abandoned all develop-
ment work on the new quinone, coehzyme Q, which

constituted the invention;

{(d) Merck then turned its attention and devoted its

further development efforts to analogues of coenzyme Q

covered by patent applicétions owned by it; and

(&) that, therefore, as a result of the Determination
 the subject matter of thig i,nvention,. the new quinone |
- coenzyme Q, is app'arently permanently “on the shelf, " |
| ulldeveloped, a mere laboratory curiosity and with no

~ benefit whatever to the public flowing therefrom.

Very truly yours,

Ward Ross, -
- Managing Director

M. Woerpel




