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IXlar Dr., Harringt9n.,

Tllankyou for your letter of NoV'Sml;>ar,22. 1968;
~tu:r:ningcoJ?iGtI of the Instit,utiOna'l.Patent
Agrea~nt which hnvaboe~ signed on bahalf of

, ~e •. Oniv\)r"it~ of winconain •. " ,

Ih~V'Osign~dths Agreement on b<lhaHoftho
oep,l:lrqu-"Ilt. cffoc't.h'o -as of DsS0fiWer 1.1968." arid
eJn .r.eturningono fUlly tmocutod copy horc'il/ith'.'

ypurintcroet ,in 'tho.P:'":p,~rt,,,'''nt'13, p<atont progr&m
10 'ill?pr(lc!l:ltcd.

Sincoraly youro,.,

: Philip R~ Les.M.D.
Asaistont Soere~~ry for

HPlllthand sC!Qntific Aff<:lirs

Fred>,HarVoy H::lrr ington • ph.D.
prc!;icent
U\'l,ivorsity of W-1ccPncin

-....<10100n. W!!lcon~in,S~70S
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"',' INSTI'l'U'j'IONAL PA'1'ENT AGIlliEMENT
'C GOV!':RNING GRANTS AND AWARDS FROM THE

DEPARTf1ENT OF HEA[JTH, EDUCATION,AND WELFARE

This Agreement made and entered into this 1st day of
p~qeJ1lber .' ' ~9~. by and betw~en.the united States of

America as represented by the Assistant Secretary (Health
a.nd Scientific Affairs) of the Department of He a i.th, . Education,'
and welfare, reJ,einafter sometim",s ref~.r:;I:~dtC). as the Grantor •.
and 'l·-J€~UhtfvgrsJ..Ey of wisconsin; hereinafter referred to as

-the Grantee;

WITNESSETH:

WHEREAS, the Regulations of the Department of Health,
Education, and welfare, covering inventions resulting from
res.earch grant", fellowship awards, .and contracts for
'research (45 CPR parts 6 and 8). provide in Sees. 8.1 thr0tigh
8.5 that upon approval by the Assistant Secret.ary(Health .and
Scientific Affairs). the ownership and disposition of dome~t:Ac:

and foreign rights to inventions arising out of activities@
assisted by grants and awards may be left to the Grantee
pursuant to its approved estalJlished .patent policy, with such
modifications as may be agreed u1'0n; and

WHEHEAS, the Grantee is desirous of entering into an
ag·reementwhereby it has a first option to retain principal
rights in and to administer inventions.made·in.the course of
or under research supported by grants and awards froIT\the
Departme::1t of Health, Education, and welfare, pursuant to·the
aforesaid Regu~ations; and

WHEREAS, the Assistant Secretary (Health and Scientific
AHa irs ) has reviewed the patent po llcyo f the Grantee.as
set forth in the university's letters dated April. 18, 1967 and
septemqer 25, ~968 and the enclosures thereto,and .~tsprac.tices

thereunder, and has found them to be acceptab1.e,subject: to the
provisions of this Agreement, . and that said policy provides
for admiI)i3tration by the Grantee of patents in the pUblic
intel:'estanCl -i", consi:JLenL with Lhu sLated objectives 01' Lhe
PrcHidenL·s~.lal(.~mcnl ilfHJ Mumornndun;- u [ C;uve T·n.Ii1UlllP~lt(.Hllt'

pol icy, i,nlUetl uctub<Jt" 10,. 1'H,J;
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NOIV,' TIlERBFORE, in consideration of the foregoing, the'
parties heretc agree as follows:

'l'his A<J rcemen l shall de f ire the r igh ts 0 f lhe parties
herelo reganlin<J disposition of title to invenLions made in
Lhe course of or under researCh supported by gran!:s ar.:sL

,dwards. from the Departmenl of Health, Educa.tion, anct.>'e~fare,

which are SUbject to the Department Patent Heyula'tions and
are issued ·after the date hereof.--. - .---.--- ..

II. De fin itions

(a) The term "subj e.ctinvention" as used in this
i\greement. means any process, machine, manufac'ture, cornposi
tion of matter or design, or any new or useful improvement
thereof, and any variety of plant which is or may be pa.tent
a.pleunder the patent Laws oEtlle united States made in the
course of or under research supported by grants and awards
from the De.partment of Health,Bducation, and IVelfare.

..-" ~,---:

,I
,

I

(b)
invention
reduction

The term "made" when used in relaloion to any
or discovery means its conception or first actual
to practice.

III. Disposition of Principal Riqhts to :;ubject Inventions

'l'he GranLeo shall have Lhe right to elect to file patent
al'plication in the united States,mdin foreig", countries on
any sUbjecf -invention and to admi~ister such invention pur
suant to the provisions of this Agreement. Grantee shall
notify Grantor at the time each subject i l1yention is reported
to Grantor as required by paragraphV.hereof, if it intends
to file patent application(s) on and to administe>r thel.n-

,vent.ion. If Grantee does not elect to file a u '~.' paten t
appl ication on. and to administer a· SUbject invention" it
shall ~otify Cfhntor in sufficient time t~ permit Granto~
to file a u.s."patent application thereon. In such event,

"all rights in and to such invention, except rights in any

Oclober 1968
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t.:ll'~ign· paLent application filed by Grantee, shall be subject
to. disposition-by the Grantor in aC,cordancc with its Rcgula
tiotl~ ~hen in eifect.

-
IV. Supp.lemcnt.~Patent Agreements

(a) 'l'he Grantee shall obtain pa,te!1tagreemenLs from all
peL'sons who pc't-fonn any part of the work under a gran\or
,-,ward [rom Lhe !)CparLlJ\en L oCHealth, r:duc,,:tion, and,\'i91fare.

;CXCll.lsive of clerical anu maT1 ualL'1,bor personT1",l, requiring
tha t 'such persons promptly reVort. and a"siyll a 11 subject
invenLions to Grant",e or iLs approved patenL manayemcnt.
or9anizatio? .

(b) The Grantcoshall include the,fClllpwing provision
inanycontract it enters intoinvobring research and/or
development for which DILEN research grant or award funds
are utilized.,

(Grantee)
or its designee.

"In ad<iition, the Contractor agrees to furnish the,.
follOWing materials, disclosures al1drep6rts:

~...- .....,.

"(i) Upon request, such <iuly executed
instruments (prepared by the

.-, --..:

~l

,

'1~...~
or its designeeF'andsuch' other
necessary to vest ',in the

(Grantee)
papers as are deemed

';,'ii'C' (Gt'antee)
or its dc:;i'Jllee '(.if'V t-iqhl.U 'lrillll.ed undel' thin elau,w
am.!' U"Y'f.la1J1e U'l! ._. 0, ' __'0' '

(I;J'dll Lee)
,ot" its designee to apply tOI and prusL'cuLe any
patent application, in any counLry,' ..:ove,ring such
invention.

October 1968
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"tii} Interim reports on the. first anniversary
of this contract where extended.or renewed and every
year thereafter listing all such inventions made .
during the period whether or not previously reported
or certi fy ing that no inventions were conceived or
first actually r",duced to practice during the ap
plicable period.

"(iii) Prior to· final settlement of this contract,
a final .report listing all such inventions including
all those previously listed in interim ~eports, or
certifying that no inventions were conceived or fifst
actual.lY reduced to practice under the contract. n

V. Report of Invention

(a) The Grantee shall submit a...,.rittElI'· invention repor~.

to the Gran.tor of each subject invention pfomptly after con- .
ception or first actual reduction to practi5'e.

(b) such itwerrtion report shall; be furnished directly
to the Grantor. in addition to anypthe.r requirem",nt und",r
any grant or award for the submission of progress or

. financial reports, and whether or not)::ef.erence to subject
invention has been made in any progress or other report
furnished to the Grantor; s.uch repor~ shall include descrip
tion of such invention, appropriately illustrated by a simple
sketch or diagram, to permit the invention to be understood
and ",valuated, and such oth",r inEo~'maLion as Grantor may
require.

(c) 'I'he report shall specify whether or not Grantee
intlandsLo file a U.S. patent application or any foreign
patent application on the invent.ion,Not,ice o.f an election
not to file a U.S. patent application shall bEl given Grantor
norless-t;;;n ninety (90) days priqr to the date a statutory
bar becomes e Efective.

(d) If the Grantee specifies that no U.S. patent
. application will be filed (or having specified that it
intends to file, thereafter notifies the Grantor to the
contrary), the::.Grantee shall promptly inform the Grantor

.. :'~~t~~;~;~
.. -.....
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of the date and identification of any knpwn pUblication of
subject ilwention made by or known to the Grantee or. where
applicable. of any contemplated publication to be mad,e by
or known to theG·rantee. and also the date subject invention
or' any embodiment thereof was first in public usc or S>n sale
in the United states and shall furnish such other information
(alld have executed such document~ as provided in VIII(f) as
milY be required to enable the Grantor to make disposition of
subject invention rights).

VI. Administration of Inventions on Which the Grantee
J::lccts to E,lole ,pa.tentAPplicaUons

ta) 'I'he Gt'antec shall reql1ire assignment to it of'~ll'

riyht. title and interest in and to each, SUbject invention on
which it elects to file any patent. application, for. admiTlistrcl~

tion by it in accordance with and subject to the terms and '
conditions herein ,set forth. Assiqnments from l:Je inventor
to the Grantee under U.S. patent applications shall be promptly
obtained and recorded by the Grantee in the united states
patent Office and copies of the rec:orde,J. assign!)1ent shall be
furnished to the Grantor.

(b) The Grantee shall grant to the Government of the
uni ted states a nonexclusive '. ' irrevocable. royal ty- free
license for governmental purposes and on behalf of any foreign

'gpvermnent, pursuanL Lo any existing or future treaty or
"agreement with the United staLe" um,J,e,r each u.S,'. or foreign
piltent application it elects to file on a s\lbject invention.
The form of the licen:;e to be granted shall be as set forLh
in Exhibit "A", attached hereto, and byt.his reference made
a parL hereof. Any lib~:rse issued by Grantee shali be ,Illade
expressly subject tothelicen:;e to the Government of the
United StafE;s.

(cJ Thec±-antee shall admi.nister t),.ose subject inventions
to which it elects to retain tit!.e in the public intereSt and
shall. except as provided in paragraph (d) below. make them
avai.lable through licensing on a nonexc'lusive, royalty-free
or reasonable royalty basis to qualified applicants.

."

Och,bel' t 'JGU I
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(d)· 'l'he Granteee may license a subject invention on an
exclusive. basis if it det.ermines that nonexclusive licensing
will not be effective in bringing such inventions to the

. C01!Ullercial market in a sati·sEactory manner. Exclusive licenses
should bu, issued on ly after 'reasonable efforts. have been made
.tq iicen.;e on a nonexclusive basis, or where the grantee, has
d~termined that> an exclusive license isn<=ccss.C\cy aSian in-·
cenLive for development of the invention"or where' market

'c<;mtiitionsare such as to require'lic",nsin'J on ancxclusiv,;
'basis. l'.ny exclusive li<;ense issued by Grantee under a'9.S.
patent or patent application shull be for· a limited periocLof
ti~lC and such ped:odstlall. not., unle,;s· othecwisc approved by
the ,\ssistant secretary (Health and Seientitic I\ffairs),
excCJed tl'Se6, Y02!;s from tho daLe of Lhe fi~ commercial
s;;:lo in the un Hed States 0 E I\mct'ica':!a p,odu~pr()C::3ss

em),)odyiny the invention, or ei<Jht years' [I.-om the date of the
exclusive license, ,.,Il1.chevar occurs fi rts t; provitledLha t thli!

'. .
licensee shall use all reas<.mab1.e effort to effcct',introduction
into the COlllfficl:<.:ia 1 nw,rke t as soon as prueticable, .consistent
with sotino andlCcasonabl<.! business prac.tices' and jud<Jment. I\n'l
extt;nsion of the maximum periodoi exclusivity shall be sUbject
to approval at t.he Grantor. Upon 'expiration of the, periodoE
exclusivity or allY extensionthcraof.· licenses shall be orfecen
t.o all'lualified applicants ata reasonable' royalty rate not
in excess of the exclusive license royalty rate.

(e) Any license granted by the Grantee to other than the
Government of the united states under, any patent applicat.ion
or p<l.tent on a su),)ject invention shall include adequat.e safe~

yuard,!_againstunreasonable royalty and repressive pcact.iccs.
Roya-lties shall. not, in any event,be in excess of nOrmal
tra~le practices. Such license shall also provicJe that ell t
sales to the U.s. Govermnent shall be royalty freo.

(f) If pernlittcdhy, its patent policies and the tetms
of the grant or<award under which an invention is made, the
Grantee may shate royalties received with, the inventor(s),
provided that ''ti)'", Grantee sh<ltl not pay ,the inventor(s) mOL'a
than (l) fifty p0rcent (50%) of the tirst, $3,000 '11.'0>;5

royalty paid under the patent, (2) twunty- tive percent (25%)

October 1968

'-"~-"--'-'"---'--.~. --,._---

j
j

j

j

j

J

.' j

j

j

j

j

j



•

-_._ .._.....• ' ..' ....... - .- ..

7

,-, , _. --!

of the <Jross roya Ity incomEl be tween $3,OOOan<1 $13,000, and
(j) nftcel1percel1t (15'10) of t.he lJross royaFty 1.11 excess of

-,$13,000. The balance of the royalty income artee payment of
expenses incident t.o the administration of all inventions
assigned to it pursu<int to thep,:ovisi';ns of "this Ayf.eement
shall be utiliz"d for the support of educational and rese<irch
pursuits.

(g) All licenses issued by the Grantee to other than
the Government of the United statesu~de.rilrlY patent applica
tion or patent on <i subject invEmtidnsh.allbe subject to
the conditions of this Agreement and shal~sJ?ecificallY•..
reserve to Granto.r those rights . Specified in parag~ap~xn

hereof. Tl1e Gt'antee shall, upon request, promptly furnish
copies of any license agreements entered into by it to the
Department.

VII. Patent Man<lqem",nt Organizations

TheGranteesha.ll not assign any subject invention to
parties other tl1anthe Grantor in.cirC::umstanc:s as seS f()rth
in this agreement except it may assign rights in the. inventiC>~
to a nonprofit patent management organization, provided that .'
the patent administration agreementpetween such organization
and Grantee is approved by the Grantor. Any .reference to a
Grantee in this Agreement shall also inc lucie a pa~ent manage
ment organization when applica?le and an' assi<]nmen t to such
an organization shall be subject to all the terms and condi
tions of this l\<jreement.

VIII. ratent Applications

(ar Grantee shall promptly lurni<lh Grantoe with a cop.y
of· each U.S. patent application riled in accordance with this
I\yrcemcn t speci fy inlj the filing da te <llld the <ler ia 1 number.
Grantee shall peompt..ly not..icy Grantor of each fot'eign patent
application filed, inclu<linlj" Eiling date and seri.<:il number,
and shall furnish a copy of eachapplicatidn upon request..

(1:» upon request, Grantee shall fully advise the
G.rantor concerning all steps and actions taken during the
prosecutionof.any patent application covering a subject
invention and shall, upon request, furnish copies of any
f.inal actions., amendments, petitions,· motions, appeals, or:

·other papers reI<iting to the prosecution of said application.•

Oclooo r 1968
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The Grantor shall have the right to pUlJlish and make
disclosure of any information relating to a.hy subject invention
whenever deemed to be in the pUblic int.er,:,st,pre>yided that
upon request reasonable opportunity shall be afforded the
Grantee to file u.s. and foreign patent applications.

XI. Reports on ueveloDment and. Commercial Us·e

'I'he Grantee shall provide a writ~en annual r<;portto the
Oep<lrtment on orbefore september 30 pfeach year covering .

. the preceding year, ending June 30, regardi':9 the.development
and commercial use that is being made or intended to Le made
o.f"aLl subj.ect inventions left for administration by .the
Grantee" Such reports shall in<:.ludeinformation Fegard+;ng
development, the date of first cOl1unercial sale, gross sales
by licensees, '.Iros" royalties received lJy the urar:ttee, and
such other data and information as t.he Departmei1ttnay spe":~l.y. c·

XII. Adclitional Licenses
cw~~(o~)

(a) The Grantee agrees that if it, or its licensee,
has· not taken effective steps withirthre<; years after a
united States patent issues on a subject invention left for
administration to the Grantee to bring that invention to the
p9int of practical application, andhas not m",de such in
yentionavailable for licensing royalty-free or on terms that
are reasonable in the circumstances, a.nd cannot show cause
why he should retain all right, i:itle and interest for a
further period of time, the Grantor shall have the right, to
require (1) assignment of said patent to the united states,
as r"'presented by the Grantor; (2) cancellation of any out
standing exclusive licenses under said patent; or (3) the
grantin<j of licenses undersaicl patent to an applicant. on a
nonexclusive, royally-free basis or on terms Lhalare
reasonaule in the circumstances.

c.--- ----- -- ( '" .,>. C1,~')
(b) The Grantor reserves the right to license or to

require the licensing of other persons under any U.S. paten,t
or u.S. patent application filed by the Grantee on a subject
invention on a royalty-free basis or on terms that are
reasonable in th~ circumstances, upon a determination by

··theAssistant Secretary (Healt>, and Scientific Affairs) that

;'~~k:'
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the,invention is required for public use by governmental
,regulations, that the pUblic health, safety, or welfare
requires the issuance of such license(s), or that the

- 'public interest would otherwise suffer unless Cluch
license(~) were granted. The Grantee and its licensees
shall be given written notice of any proposed determination
pursuant to this sUbparayraph not less than thirty, (30) days
prior to the effective date of such determination, and ti1at
if-requested, shall be granted a hearing before, the deter
mination is issued and ot:herwise nlade effective.

"

.(
!

XIII. Inyentionsby Federal J::mployees " .

Notwithstanding any provision 'contained in this Agreement,
inventiOnsmad.EC';,'l:>¥ Federal employees, or by Federal employees
jointly with o\11ers, shall be subject ,to dispo!';ition under
provisions of E~ecutiveorders, Governmental and Department
Regulations applicable to Federal employees. '~

'XIV. Termination

This Ayreement may be terminat~,d by either party <por
convenience upon thirty (30) days written notice. Disposi'"
tion of rights in, and adntinistrat.ion of inventions made
under grantCl or- awaLds entercdillto durin,:! and :3ubjecL l'o
this Agreement will not be ,affccLed by such a terminaLion
except that in the event the Department lerlllinat~s this
A'Jreemcnt because of a failure or refusal by Grantee to
comply with its obligations under Article;; V or VI of this
Agreement, the Department shall have the ri'Jhtto require
that the Grantee's entire right, t.itle and interest in and
to the particular invention with respect to which the breach
occJjrred be assigned to the united states of America, a!';
represented by the Secretary of the· Department of HeaLth,
Education, and Welfare.

xv. Limitation

It is agreed and understood that this Agreement shall
not apply to any grants or awards issued under statutes Con
taining requirements Eor dL;position of invention ('ights with
which theprovi;;ions 0 f this Agreement are inconsistenL. It
is (u('ther a<Jreed that any cUTlClLituent alJency ot the Depat'l
mcnt: of llcdlLh, t::dUC'illiull, 011111 Wt·t 1·;..Jt~e ll1il¥, with the utJpl·oval

Octobcr 19&8
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ONI'l'ELJ STA'l'-ES OF AMERICA

11

Cla-:ke Smi th
1;. • certify that I am the
sccrelaryol' The Regents.of the Universi,ty of Wiaeonsin •
named above; tha t Fred Harvey Harrington •
who sLqned this

f
Aareel11enL on Dohul.t?f s~~d corporation,. waIl

. .I't"es iaento' roe . ,..o' '""..~......-'-'"',
then Univel'sity cif Wisconsin' • • " Ql..X~4~~~~-S>r~~rn

and that this Agreement was duly sigped for and' in behalf' of
said corporation by authority of its governing boqy and is
within the scope of its corporate powers. .

THE REGENTS OF
THE UNIVERSITY OF WISCONSIN

"J'" ,~./
I I. r· A'By-....L ./.".' ." .,1 '\ . , < ~

Assistant se.cretaryfor
.'ritle..aeal,th.,and,scipnt,.:j:·:f;'c.,)\f£aI-is

CER'l'IFICNl'E

(corpora te seal)

..."
of tbe Assistant !jccretary (Jk,il,llh ami scientific Affairs) •

. provide as a ..;ondition oC an:" <jrunl or aWurd that this
J\greernent shall not apply th,:;-C¢Lo.It is .also ugreedtliqt:
aflyconstituent agency;,,9f thcoepurtlllenL of Health. Education,
ahd weI [are may provide,; sui>j,;,cttoapprovu lby the Assistant
secretary (Health amI scientific Affairs). that this 1\.gree- .
ment shall"':'pply to sp,"~i:Eicresearchcontracts.

. ,0<.\_,,:\...:.. ;.. 'o":,"~,

I~ t'.'ITNESi3".WllEgEOF, each of the ,parties . hereto has
executed this 1\.greem",nt as oftli", day;' and y.ear firstapove
written.

witness
day of

22ndmy band and the seal of said corporation this.~ _
Nov"mbe,r • 19 68---

.'

(corpOrate· Seal)
- ~-~--'--

(octobe;;' 1968)

..... "
... \ -,,/ ../

By ' , . '- .~ ..
\ .

Clarke Smith. Secretary
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EXHIBIT "A"
,. ~. H' ..

2

L-rCEt-jS~ T:'~: __ _ ~_-_~=-:. :..::..' .3'::.-.. ~:=,=:; ~)P: :~~~~::,_ "
2. ~e-r;:tceI1S{,-r<::bvenaht:s-·anawiiYi:aiil:sthathe has ·the

right.. to grant: t.he foregoing license" and that any assignment
orlt4f~.(tA",whichheW.;l.y make of t.t1e inv"ntion or the saier. c;

pa t.en t af1pli:cutiuns-()r~f1cl:l:en ~s,-:lhe-i:eorr;---sfiaTrexpre s5Ty~ be
. . \~II"' .. ~.,-'_·.~ .' .

made su,~ject to t.his license. • na = In·.·~,, ~("c ._' _

. . .' . .. anc ilo;,;;.':": ~.;::: .,-'-.2:::.

3. Tl'i~ itA~~rtsRy-agreestTJilt./n-c.Govf.nnmentshal1n()t bE)
a~~tp~ll~~c'i dT~,~flY:- ",t:~mcc. .to con te s t the enforceahi1 i,t;t..: Y.illJ,\d i ty ,
s~ope.oE, or tit.le to. any~a_~~.t_l~r-patentappli;c~tionher((in

s1elflep.:.sEZ~". , ,filiri,-:: d~'t~ and

<

suppo·:::-ted by
and ~-lielf.c.re;

g'r..a.n. :. ( s}

1. The Liccnso~,

othe--r goocLa:nd' 'l.,;-2lu~:':·:'c

and ~ave' p~ac~~=~~ r~~:

orh'2v:~ 52.!.d} "t:r-:.:-e: _~::; :.__
;-.~ ..". ~:--~
_L _ ,-,

.CER'fIF.ICi\TE-........ - '-_._' - - -.-'-,",

~ .',,-,,:, =-.=-=. -.. ,
-'. -',---;....

0:: c·,

'::·C,_ '_

•

.-
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