DEPARTM ENT OF HEALTH EDUCATION AND WELFA!”E
er-'rice OF THE secae-rmv._ -
._'WAS.HINGTON pe. a0t

" OFFICEOF THE -
GENERAL COUNSEL

Professor William H. Young
Assistant to the President
University of Wisconsin
Madison » Wis consin 53706

Dear Professor Young

Your attention is d1rected to paragraph X1 of the
Institutional Patent Agreement dated December 1,
1968, which requires an annual report on or before )
September 30 of each year covering the preceding
year ending June 30. S

If you have not yet begun to compile this report
may I suggest that you now consider doing so with
tne 1ntent oi meer;ns Lhc Seytember 30 deedlrne.

An indication of negative progress in regard to :
" the development of any subject invention 1s considered_
‘necessary.. : : '

S‘incerely irours,' |

e

Norman J. Latker

- Chief, Patent Branch

© -
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| DISPOSITION oF |
INVENTIONS AND PATENTS _
| AT THE UNIVERSITY OF WIS_CONSIN - |
The Inst1tut1onal Agreement

N With
The Department of Health, Education and Welfare

in en institution such as the-University of-Wisconsin where
:creatwu:y is a major ingredient of research new processes devices,
' _"p:roducts and composmons are often found. It is our purpose here to |
state for Umvermty faculty and staff what their respon51b111t1es pnw-
leges and optlons are when they have made such an- mvenuon or

; .dlscovery.




Hlstorlcally, the Ul’llVEI‘SltY of Wlsconsm has never clatmed

'that it has proprtetary rtghts in any 1nvent10n generated at the Umversmy L

'___In the absence of contractual prowsmns obhgattng the transfer of all oxr S
some propr1etary_ rights m such an mventton to a thtrd party, the mv‘entor _
| at the Umver31ty of Wtsconsm has been free to dtspose of his rlghts 111 the X

: -"manner of h1s own choosmg

Eay Within the past 'decade however the alternatives available. to '

. -mventors recewmg fmanoral support from Federal agenmes and from the

-

| major nat1onal health and med1ca1 foundatlons have in general ' been
sharply curtaﬂed Some Federal agenc1es require ass1gnment of all

- I‘lghtS to 1nvent10ns to the government some require only the grantmg

EE of a royalty -free license to the government when it practices the inven-

- tton. Between_ these poles the agencies vary in their requirements. The .. |
-National Science Foundation (NSF), for example, reserves fo_r.-itself the '
_ri_ght t0 determine the disposition of inventions made or conceived with

| - the assistance of NSF funds. On the other hand, the National -Ae'ronautic’s '
| : éﬁd SPQCé Agency (NASAl ln'general .practice takes title to all.invent‘ions .: '.

. .'rn'ade in 'cdon.nection wltn its gr'ants" or contracts. | .7

In e"rery case, the Universlty, _as!th.e recipient__ of the grant "or
~contract, has the prlmary responsibillty for complying with the agencles" |

. contractual provisions. Consequently, it has become necessary for the




N University t-o scrutinize with care the fnnd-ing Which has assisted the.
= makmg of the invention to be sure that all of the obhganons attachmg

- to the contraet or grant have been met

Inst1tut10na1 Agreement

.In the mterests of expandmg the pubhc use of inventions -
':__'supported by government grants, one Federal agency, the Department.
of I—Iealth,- Education and Weltare (D_HEW), h_a_s changed.the_ procedure |
~ for handling inventions generated at the Univers ity of Wisconsi-n with the
assistance of DHEW funds. The DHEW' and the Beard of ..Regents of the

. Unlversrty of Wtsconsm have entered into an "Inst1tut1ona1 Agreernent

;whlch affords Un1ver51ty inventors greater 1at1tude and advantages than

_ m_the past and prescr1bes how .inventions resulting from DHEW-supported .

- research at the University are to be routinely r-eported and processed.
~The provisions of the Agreement apply equally to all personn_el,' whether

staff, | faeulty.or_ graduate students, assisted by DHEW funds.

- The ‘Agreement,_ which _beeame effective December 1, '_1'968,
‘makes it possible for the Univers'ity to accept assignment of these inven-
- tions or to designate a nonprofit patent management organization to act.

for it in a patent management eapaei'ty, provided such organization meets

" the req'ui_rements and criteria' established by the DHEW, and provided




o also that these fnnctlons are carrted out W1thm the gntdehnes of the
-"Instltuttonal Agreement Inasmuch as the Un1vers1ty 1tse1f is not in a
S pos1t10n to prov1de patent management serv1ces it has W1th the approval '-
eof the DHEW des1gnated the Wtsconsm Alumm Research Foundation |
"(WARF) to perform these functlons in 1ts behalf WARF has admmts—"_ |
| _ltered patents voluntartly assigned to it by Umversny of Wtsconsm inven-
"'-tors s1nce 1925 and has the necessary expenence personnel and fa0111t1es
1o dlscharge these spec1al respons1b111t1es | |
| | Under the terms of the Agreement, all members of the Umversu:y

_staff and faculty or graduate students whose Work is supported wholly or:

. partiall‘f by DHEW funds will execute a@e*tt ate G}uump ance f:\ufk\,z\kuwu_aﬁ}t} :
" (Form , Appendix A, p. ). All such personnel whose mventions

E ‘emanate from research under g’_rants- made by the DHEW may, after havin_g_‘
complied with the University's esta_bli_she'd reporting procedure, choose
| 'eith'er of two Optionst o | o
| Optton 1 He may submtt the 1nvent1on to WARF Wthh |
, Wlll thoroughly examme the invention and will, when it | |
' -..'cons1ders such action -is warranted in the public interest |
_ ac:cept asmgnment of the 1nvent10n prepare and f11e patent
apphcatwns and thereafter exercise its best Judgment to
:. bring the invention quickly _and effectively into pubhc use.
= In keeptng' with 'its traditional policies, WARF will -nay the_

_' inventor annually 15% of the net royalties earned by his

~invention.




" Option 2. He may assign the i_nventiorlto the

. Federal government to dispose of as it sees fit.

"Although the 1nventor Irlay, 1f he chooses recommend that
' the invention not be patented and normally such recommendatwn W111
| | prevatl, the final decision in th1_s regard will be mad_e by the governmeﬂt.'-'
Disposition oﬁf_' all iﬁyentions g'en'erated._ at the Un'iver'sity whi'ch_?_ B
= _afef Itot .covered by theInstitutior;aI _Agreement_will, as..in.t_he pa'st, '-be'
: ’_.:s'ubjeet- to reyiew by the Dean, Business Office a'nd the Central Adrjnrin_is—
t’ratio_h__ '1_:0 dete'rmilre if any ob-ltgations -exist in '_connection with an_d as the

result of the funding of the research leading to the invention.

[Proc.'edure- for Reportihg an Invention
The University has no wish to influence investigators regard- I
'ing the dispositioh of their disc_overi.es or inventions except -vyhere the
:._:University has an o.bﬁligation as the result of being a signatory to a con-
B tractual arrangement which has a relatton to the dtsc:overy or invention.

| -In order to assure that its ob11gat10ns are scrupulously met, the Umversu:y

admtmstratlon requires that all 1nvent1ons emanatmg from the Umversuy

| of Wisconsin, regardless of the source of research support, be reported

in a prescribed manner in order that they may be fully examined and a

~determination made with reference to any proprietary interest in them and

" to their disposition.




I,-_'Wher.l any membe:r._of”the Univ_ersity staff mak'es_ua.dis'cos'rery_ :

~.or-invention in pursuance of his University duties, or on University -

- premises, or with University supplies or equipment, he is required to.-

E 'repdrt_the:fact: to the Dean of his eo_ll_ege' on the appropriaté form . -

_(Ir_‘lvent_i_on' ,R_ecdrd and Report, _Form No." ', Appendix B, p. | ).

'Tlie Dean :_Iias the fespeﬁsibility for 'j‘udging whethei"-the in- o
Vestigstor has any obhgation to ass1gn rights to such d1scover1es or
_lnventions to any third party... In particular the Dean WIH be expected |

, tQ ‘_-Iﬁa:l.(e a_judgment on the reIation.of the reported discove_ry or mven_tioﬁ

o to the purpose of any research grant or contract that may be involved.

’ .The Dean will refer the invention to the University Business

i Office for review of the financmg of the scientific 1nvest1gat10n leading

' to.the discovery or invention Upon completion: of the Dean's review and

the Business Office's analysis, the Central. Admmistration of the Universi 1ty
| - will have the responmbihty for determining 1f an obligauon toa grantor =

~does exist and to insure that any such _obligations are fully met. _

Unrestricted Inventions
_-When, 'after- review by the Deaﬁ and the Business Office, it has
E ~been determmed that no th1 rd party is contractually entitled to Control

30ver the proprietary rights in the mvention, the inventor w111 be 80 adv1sed




; hand‘ will be free to dispose of his invention according to his own -

- dis¢retion.

) L td_htm-:'

Option i. He may, on his own ini'tiative

o obtam patents on h1s 11‘1V€1‘1t101‘1 and thereafter admlms~

= ter dlspose of, or 11cense such patents in whatever

. manne_r seems to h1__m to b_e_appropnate.

" Option'2, He may assign the invention to the

-Wisconsin Alumni Research Foundation or to any other

. patent managem_ent organization for determination of

"patentabilityr and potential public use and for adminis-

_ tration of any patents obtained.

. Option 3. He may dedicate the invention to the L

_ pubhc by pubhshmg his fmdmgs and takmg no legal

_ act__lon. (In the Umt_ed States if a patent apphcatwn

has not been filed on an invention within one year after

- such publication, the invention is considered to be in

~ the public domain,. and there is a statutory bar against

‘obtaining a patent on the invention. )

N Practically _speaking, any one of three options is ava.i'l_ablle o




v .It-ifis--sugges-ted that the iriventor thoroughly- Weigh the relative o

. advantages and consequences of these three optlons in terms of Wthh

| 'W111 most hkely result in early pubhc use.and greater pubhc advantage._ :

The WARF staff is avatlable for consultatlon wzth the mventor on these

. -matters Regardless of the opt1on he may elect, the lnventor is free

i mdeed urged to estabhsh his sc1ent1f1c prtormes through pubhcatlon

‘of his research results.

" What is an Invention‘?

Inventmns fall into elther of two general clas31f1cat10ns -
ose that are patentable under law and those that are not Nelther

,the courts nor the leXLCographers have satlsfactortly defined patent~

- abthty, though some useful gu1del1nes have been suggested ‘A concise

statement about patentability appears in the Joumal of the Patent Ofﬁce -
Soc1ety (V L, No. 7, p. 456 July 1968):.

The general criteria of patentabthty are that the
invention or discovery be either a distinct new

- variety of plant. . .; or a new and ornamental -

“design for an article of manufacture. . .; or a

- new-and useful process, machine, manufacture

- or composition of matter, or any new and useful
‘improvement thereof. The difference between the
subject matter sought to be patented and the prior
art must be such that the subject matter of the '

- former taken as a whole would not have been
obvious at the time the invention was made to a
person having ordinary skill in the art to WhICh the
subject matter pertams : :

Ry pormri
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Whether an invention or dtscovery is patentable ma}r best

' -'be ]udged by those expertenced in patent law and often requtres pams— '

o B taktngstudy of its rela_.ttonshtp to the_pre~ ex1st1ng knowledge in the art

" to which the invention belongs.

If the re is doubt as to patentab111ty and ut111ty, expert opunon

| should be sought promptly The WlSCOIlSll’l Alumm Research Foundat1on

(Ltcensmg and Development D1v1smn) is pr.epared to assist any Uni—
."vers1ty mventor in helpmg h1m to ]udge Whether or not the invention or

: dlscovery contains patentable subJect matter.

WiscOnSin Alumni Research Foundation

Inasmuch as the Wisconsin Alumm Research Foundatlon has
long been actlve in prowdmg techmcal consultation and serwces to
' .'Umversn:y of WlSCOl‘lSll‘l inventors, and is now the Un1vers1ty 8 offu:1al

: _: patent management des1gnee u_nder the Univers_ity-DHEW__Instituttonal

.‘ Agreement; some backgrou11d informati'_on on WARF and its relationship

* - to the University and its inventors is relevant.

‘The Foundat1on is a not- for prlvate proflt orgamzatton in-

' corporated in the State of Wlsconsm and is separate and d1stmct from

-' ‘-theranQr_SltY. It has admm1_stered TUmerous 11’1V€I_1thI‘lS 'ortgmatmg at -




B 'th.e.UmverSIty of W1scons.m smce 1925 When it recelved asmgnment.
| -of the I—Iarry Steenbock mvennons and r)atent apphcatlons relatmg to-

': the productlon of Vltamln D by means of ultra violet 1rrad1at1or1 cher” :
lrmve‘nnons,WARF has managed in behalf. of Umverszty of W1sconsm 'in—
-’ventors are the anticoagulant compounds chumarol and Warfarm both

frorn the laboratorles of Karl Paul Lmk the l1fe savmg ]avml Settlage |

formulamon_for reducing 1n_tracran_1a1 pressure in cases 1nvolv1ng B
| c..er'e.btral_ rrauma ) 'Raj;monc‘l G. Herb‘ss. .Vacuum pomos, an air SUspe1islon'

_. proceSSj__'ihvented by Dale E Wurster for coating. small particles, O ‘].'

. _Attoe"s .slow release fertilizer packet, C. A. Ernstrom's direct 'acidie _

.:.fication_p_rocess_ for manufacturh‘lg cottage cheese, James Asolln"s soi'l.

': '_ gﬁnder and.mahy_ others. : o - S

| ..All of WARF's net .ro-yalties jfrom inventi_oh_s, except the 15% '
inventor's share and net income from various other sources ihclﬁding’ |
'_ ._1ts mvestments program, is g1veh annually to the Umver51ty of WISCOI’ISH‘I
to support research pIO] ects solely of the Un1vers1ty S choosmg Although
'.the emphas1s of WARF grants has been placed on research in the natural
"scrences, all d1sc1plmes 1nclucl1ng the social sciencesg and humamtles
- h’ave 'pa-rti’ci;ﬁated in such grants. The University has also allocated
WARF funds to prOJ ects m branches of the statew1de Umversu:y system

| '.other than the Machson campus.

S -10-




o - _of Professorshlps WARF has gwen funds to the Umvers n:y for obtammg
major research equlpment and for helpmg to construct 17 campus bulld- '
' mgs and bu11d1ng add1t10ns WAR_F is also a source of 'seed” money .

Wthh has assisted p_romising researchers and special projects when -

~Institute for Enzyme Research which was launched with a WARF grant

In adchtlon to prowdmg grants for research and. for a number

~ their investigations are too nebulous to attract financial support from .

Federal or State agencies or from private donors. One example is the

for the construction of the Institute building.

Durmg its first 40 years of serv ice to the Unwersny of

| _W1sconsm WARF has gwen the Umversu:y approximately $49 000, 000 . - B |

-m grants bu11d1ngs and eqmpment In the same 40 year per1od

annual grants have g_rown fr_om $1,200 to more than $3, 000, 000.

' Considering the nature and extent of its services both in the
management of patents for the University's inventors and as a major
donor to the University's research and educational programs, the

Wisconsin Alumni Research Foundation is a unique and valued agency

~for the University of Wisconsin and one of its more essential arms:

January 21, 1-9'6_9 |
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APPENDIX A W& sts’ @w . ,W Qﬁ ..

CERTIFICATE OF COMPLIANCE

In consrderatron of my employment by the Regents of The |

R -Umversny of Wlsconsm in connectlon with Work Wthh has been con-

P du_cted‘ or may- hereafter be condueted.-m the perf_o_rmance of a grant

| _-made' by the.Un'ited- States Departme'nt of Health Eduoation, and Welfare- .

' -Publ1c Health Serv1ce Nat1onal Instltutes of Health (heremafter referred .'

' toas the Grantor) 1dent1f1ecl as Grant No . ., and ,‘.

~ "'any contmuauon or supplement thereto to The Regents of The Untver— o
) su:y of WlSCOI’lSlIl (heremafter referred to as the Un1vers1ty) and in
'accordance ‘with the terms of sa1d grant | hereby agree to refer promptly.

to The University (Offlce of V1ce Pre51dent for Busmess Affa1rs) any

' -'personally conceived d1scover1es or inventions arising out of the work

- "a_1ded by the above grant in order that the Umversny may report the
‘ _- matter to the Grantor (Divisioh of Research Grants,:- Public Health | -
i Serviee) for di_spositioh in accordanoewith its'establis'hed'polic'i-es and-
- rpro,cedures and I hereby a.gree to .coo'perate with_the.Grantor or the
' University'a designee in the preparation and prosecution of any patent =
.application.s. _relatih'g to such ihventions;'ahd to _er(ee_ute_all _dootlrn'ehts |

" hecessary'or incidental to such applicatione and the vesting of all'_ rightS'

. to such inventions in the Grantor or the University's designee.

N WITNESS WHEREOF, 1 have hereunto set my hand this _

"-dayof__ | | ‘ o ,.1.9' .

WITNESS: . Sigoed:
. Univ. Wis. o - " Return to Gifts. & Grants

" FormNo. - - " " Administration Bldg., Room 455 .




Compiler | | _ i'_ Dai_:'e-.'

APPEN DIX B

INVENTION RECORD AND REPORT

.. Brief descriptive title:

* Full name of inventor(s), home address(es), and position(s):

. Idenuty of Federal agency grant(s) or award(s) contr1but1ng to

1nvent10n and amount(s)

_Recommendatlon of 1nventor(s) as to whether patent protectlon
- ‘should be sought } RURRAE

§

N

_ Object or results to be achieved by the practice of this invention:

Outline of means discovered for achieving above objects in terms

" of (a) the steps in a process, or (b) the components in a composition

+ .or-groups in a chemical compound {include description of process of

“making) or (c) elements in a machine, article or device. Point out
- means which are essential, others which are 1mportant or useful and
_-any cr1tlca1 limitations on any of these: - :

" Univ. Wis.-WARF

. Form No.




7 AR Chronology of pr1nc1pa1 events in C01‘106pt1011 and development

(a) Earhest conceptlon date (reference to substantlatmg ewdenee
ides1rable) . . :

(b "Date of disclosure (orally or in wrltlng) to other persons and
: _names of such persons:. .

~© (c) First written record pertinent fo invention:

(d) Date and:.result of first test of the invention (if invention is

' {a) a process, its first test is the first successful trial; if

- {b) a composition of matter or a compound or {c) a machine,

. article or device, its first test is its first creation and eval- .
uatlon W1th respect to new or improved propert1es or behav1or)

8.  Date and place (e.g. particular periodical) of publication of disclosure

-of invention (whether publication has been accomplished or is_prOjeCted):

.The._-following two items.may be_.c_omp_let':ed at the opﬁo_n of the_ complier: -

'9. - Background of published information and practice in the field of the

“invention (known practices, periodical citations, patents, etc.):

 Univ. Wis. -WARF
Form No :




o 10 Feetures embodied in this invention which would not have been
SR obvious to or readily foreseeable by the typlcal skilled Worker in
‘the fleld ' . L

5 -\Signeture; of Compiler

. Signature of Inventors Date =~ Wimess to Inventor's Signature

Umv WlS -WARF
Form No




VV;TPRUCEDURE FOR IDENTIFYING AND REPORTING INVENTIONS

Unlversxty of WISCOHSIH -

{;When any member of the Unnversnty staff in. pursuance of hlS Unxvers;ty-

- duties or on University premises or with University supplles or equip~
~.ment makes a discovery or invention, he.is required to. report the fact

.. to the Dean of ‘his college on the report forms suggested =

ﬁThe Dean has the - general respon51b|I|ty for asaertalnlng whether under

- the terms of any contract or grant the University and the investigator _
. have any obligation to assign rights to.such d;scoveraes or |nvent|ons;"

S tol the Unsversuty or to: the. grantor or contractor., :

. ln part:cuiar the Dean w:ll be expected to make a Judgment on. the re-
_Tation of the dlscovery or invention to the purpose of the grant or:
contract. r ) . . SRR I : :

-

The Dean will, further, refer the question of obl:gation to the Un:vers:ty
-Business Offace for a review of the grant or contract terms and for a- ~
‘review of the details of the financing of the investigation leading to:
R . the discovery or invention. The purpose of the Business Office review is
TS T to ascertain the source of funds for salaries, supplues and equ1pnent
h o _related to the investigation, : .

w ey

'k, Upon the completion of the Dean's review and the Business Office analysis,
- the Central Administration of the University through an official designated
- by the President will make a final determination of rights to ensure that '
- any obligation undertaken by the Unxversnty in connectlon with the grantor
- or contractor is being fu]ly met. : o o .

.8, In a]l those cases covered by the instiutional Agreement with the Depm rt-.

- .ment. of Health, Education and Velfare, all right, title and interest in

‘'the invention must be assigned by the discoverer to the Wisconsin Alumni

" Research Foundation, and the Foundation, in.collaboration with the Central
3;*Adm|n|strat:on shall determine the best method of brlnging the. discovery

' qu:ckly and effectrve!y into general pubiac use., L el

v ST

fs;_ in all cases where a Unlverslty oblxgat|on is -found to exist to the grantorﬂ'
- ‘or .contractor, the Central Administration will assist the lnvestjgator
fu!ly to comply ulth such obllgat:ons :




