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DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE

OFFJCEOF THE SECRETARY

WASHINGTON,D.C. 20201

,r _..:Ai

August 5, 1977 OFFICE OF THE
GENERAL COUNSEL

TO: Holders of HEW institutional Patent Agreements and
Members of the Society of University Patent Administrators

Subject: Information Item No. 54

The attached is an excerpt from the new ERDA Patent Regulations
which you should take note of.

.Sincerely yours,

II ~ (IV- J .Lb '
Norman J. Latker
Patent Counsel
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actually reduced to prncUce prior to the
time of contrncting or would be reduced
to practice under the cont.ract. A purpose
of-such waivers is t.o clm'if~· and definlti;~c

the rir.-hts or the pm'tics to snch inven
tions when the facts surrounding the
first actual reduction to pl'nctice prior
to 01' during the COlltl'r\ct m:e 01' will be
difficult to establish.

(h) lVaivers to eclllcational instilll
tions. (1) Except to the extent that a
llonprofit educational ins{,itutionmay be
engaged ns n. contractor operating' a Gov
el'Tlnlcnt-owned facility or nndertaking
other special contrn.ct.~, the following
considerations apply to the granting of
advance and identified waivers to educa
tional institutions having nn approved
technology transfer program and capa
bility. To obtain npproval of it'3 tech
nology transfer program, educational in..
stitutions f;hall forward their requests to
ERDA as provided in paragraph (2) be
low.

(2) A nonprofit educational institu
tion desiring to obtain· rlPproval of its
technology t.ransfer program and capa
bility shall provide the agency with the
follOWing information:

(j) General information concerning
the institution, including:

(A) A copy of its Articles of Ineor';'
poration;

(B) A statement of the institution's
purpose and.airns: and
. (C) A statement indicating the source
of the institution's funds:

(ii) A copy of the institntion's estab
lished patent policy, together with the
date and manner of its adoption;

(iii) The name. title. address. and tele
phone number of the officer responsible
for' administration of patent and inven
tiOlllnatrers and a description of staffing
in this ar€:a, including all offices which
·contribute to the institution's patent
management capabilities:

(iv) A dc~cription of the institution's
procedures for identifying and report.
ing inventions and· a description of the
procedures for evaluation of such inven
tions for inclusion in the institution's
promotional program;

(v) A copy of the agreement signed by
employees engaged in reser.rch and de
velopment. indicating their obligation in
regard to invent.lons conceived or firstac~

tually reduced to practice in the course of
their assigned duties;

(vi) A copy of 'the invention report
form or outline utilized. for prcpnrnUon
of illvontion reports:

(vii) A statement' of whether the in
stitution has an agreement ,.,·ith any pat..
ent ,managcmentorganizrtt.ions or C011
·'5ttlt-ttnts-anu a,coPy-o,L .a.J»"sucb
agreements;

(viii) A dcseription of the phms and
intentioll..<; of the in~tHutiOB to bring to
the marketplace invcn.tiolls to which it
retains tiLlc inchldinp," a dc~cl'iption of
the efforts typically uodel'taken by the
Inslitution to license its inventions;

(Ix) A description_of the Institution's
pnstllat.ent n1>I>llcation and patent 11~

ceilSing nctlvUie.!i, Including the rollow~

lllg:

(A) Ntmlbcr of hwcnt.tons rC'port.cd to
the insUtuUon dl1ring cnch of the past
ten (10) years;

(B) Number or patent npplicnt.tons
filed dm"ingeach of the Pfist ten. (0)
ye~\Ts;

(C) Number of patents· obh.l. ined. dur..
inl5 ench of the past ten (10) yC':u.s;

(D) Number of exclusive licenses ts
sued during cachor the past ten (10)
years:

(E)N1.1mbcr of nonexclusive licenses,
other than those to spom=oringGovern..
mont agencies, issued during each of the
past ten (10) years·;

(F) Gross royalty income d\lring ench
of the past ten (10) years: and

(G) A gcneral description of royalties
charged, including minimum and maXi
mum royalty rates:

(x) A list or subsidiary or affillate In
stitutions which would be covered by a
n,greement signed by the institution:

(xi) .If the institution is a subsidiary
or affiliate organization. the n:1me of the
other related organization and a descrip
tion of the relationship;

(xiDThe amount of Government sup
port for research and development,ac
tivities. currently being administered by
the institution, giving Government
agc-ncyand breakdown;

(xiii)· A statement of the institution's
policies '\lith respect to the sharing pf
royalties with employees: and

(xiv) A des·cription of the· uses made
of any net income generated by the in
st.itution's patent mana·gement program.

(3) Before an institution's technology
transfer program and capabilities are
approved,. the institution shall have a
technology transfer program which. as a
minimum shall inclUde the fi.Ye(S) cri
teria li'3tcd belo'w, In addition to these
criteria, consideration will be given to
whether or not other Government agen
cies have approved an Institutional
Patent Agreement with the requesting
institution. The five criteria are:

(D An established patent policy which
is consistent with the four poliCY objec
tives in § 9-9.10n-6(a) and is admiIl..
istcrcd on a continuous basis by an officer
or organization responsible to the insti
tution'

(ii)'Agreements wiL"l employees re
quiring them to assign to the institution
or its desitrnee or the Government any
invention conceived or first actuallY re
dtlced to practice by them ·in the course
of or under Government contracts and
awards or ,assurance that such agree
ments are obtained prior to the assign
ment of personnel to Govel'nment..sup
ported research and development proj
('ct'S;

"iil) -'"Proced\tres·. for illSUringthat, In
ventions are pl'ompt1~~ identified and
timcly disclosccl to the offIcer or organi
:'.ationndministcl'ing the patent policy of
the institution;

<iv) Procedures for insUl'in~ that in
ventions disclosed to the institution are
evalu:lted for incltitiion in the il1l->titu~

liou's pI'omotional pl'o~ra.m; and
(v, An active ande1fc.."(;tive pl'omo~

tional pl'ogram for the Hcen~ing·~md
mm'kcting of invCllt.1011s,

(4) In constderlng npprovnl of tech
noloIT:'t trn.llsfcr prortr::UllS find eapabilt..
ties in connection with requests for.nd-.
Vance waiverf;, such approval shall bo
considered in lieu of cOlluncrc!nl. mrtnu
fncturinrr,nnd rn::uketin~cnpnbUitics

which normally reside in industry. Such
npprovnl shall not be- considered sum
clent in and of itself ns justifying the
granting of all ndvnncc wnivcr tO~lll In
stitution. Approvnl of the grant of ad
"nnce wniver must be viewed in light of
the considerations of § 9-9.109-6(b)
nbove an forth
in § ,09-6ta) above.

In requests for identified waivers;'·,
owever, the fact that nn lllstitution with

an npproyed technology transfer pro
gram and capabilities has identified all
invention and has expressed a desire to
commercialize it through a request for a
waiver therefor shall normally be pre
sumed to have met t.he critel'ia of § 9- .
109-6(e) .unless it is indicated that u er
ne or more of the criteria the pr p-

tl !':: inapplicable.
(D c s oj waivers.

Each v.-niver shall contain. as a minimum,
nrovisions covering each of the following:

(1) Advance waivers sl1all apply only
to inventions reported in accordance with
paragraph (e) (2) (1) of the clause of
§ 9-9,107-5(a) and \\ith which is in
cluded an election as to whether the con
tractor will retain the rights waived in
the invention, and specifying those coun
tries in which rights will be retained.

~2) Subject to the rights grunted in
p3.ragraphs (c) (1), (2) and <31 of the
Patent Rights clause of § 9-9.107-5(0.),
the contractor or inventor sl1all agree to
convey to the Government, upon request,
the entire domestic right, title, and in
terest in any Subject Invention \vhen the
contractor 'or inventor as appropriate:

(1) Docs not elect, in accordance \vith
(1) (l) of this section to retain such
rights; or

<in Fails to have a United States
patent application filed on the invention
in accordance with paragraph (1) (5, of
this section, or decides not to continue
prosecution of SUch application; or

(iii) At any time, no longer desires to·
retain title"

(3)· Subject to the rights granted in
paragraph (c) (1), (2) and (3) of. the
Patent Rights clause of §9-9.107-5(a).
the contractor Or inventor shall agree to
convey to the Government, upon re
quest, the entire rights, title and interest
in anYSubjcct Invention in any foreiffl1
country if the contractor or inventor, as
appropriate:

(1) Does not elect, in accordance with
paragrapheD (1) of this section, to re
tain such l'ight'i -in the countl'y; 01'

Hi, l"ailsto have a patent application
filed in the country on the invention in
accordance with paragrnnh (i, (6) of this
scetion, or deciclcsnot to continue nro:;
ccution or to pay any maintcmance fees
covering the invention. To ayoJd forfcit
m'c of the patent applicaUon or l)atcnt,
the contractor or inventor shall notify
the patentcoun&el not less than 60 days
bc!orethc expiration period for any
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