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actually reduced to practice prior to the
time of contracting or wouid be reduced
to praclice under the contract, A purpose
of such wnivers is to clarify and definitize
the righis of the partics to such inven-
tions when the facts surrounding the

© 7 first actual reduction to vractice prior

to or during the contrach ave or will be
difficwlf to establish.
(h) Woaivers to- educational insfilu-

‘tions. (1) Except to the extent that a

nonprofit educational institution may be
engaged as a contracior operating a Gov-
ernment-owned facility or undertaking
ather special contracts, the following
considerations apply to the granting of

advance and identified waivers to educa-

tional institufions having an approved
technology transfer program and eapa-
bitity. To obtain approval of its tech-
nology transfer program, educational in-
stitutions shall forward their requests to

ERDA as prov:ded in paragraph (2) be-

low.

(2) A nonproﬁt educational institu-
tion desiring to obtain approval of iis
technology transfer program and capa-
bility shall provide the agency with the
following information:

(i) General information econcerning
the instifution, including:

(A)Y A copy of its Articles of Incor-
poration;

{B) A statement of the Institution’s
purpose and aims; and
" {C) A statement *nd:catin" the source
of the institution's funds;

(ii) A copy of the institution's estab-
lished patent policy, tozether with the
date and manner of its ndoption:

(iii) 'The name, title, address, and tele-
phonie number of the officer responsible
for administration of patent and inven-
tion matiers and a description of staffing
in this area, including all offices which

‘contribute to the Institution's patent

management capabilities:

@Gv) A description of the institution’s
procedures for identifying and report-
ing inventions and. a description of the

. procedures for evaluation of such inven-

tions for inclusion in the institution’s
promotional program; )

{v).A copy of the agreement sxg‘ned by
employees engaped in research and de-
velopment, indicating their obligation in
regard to inventions conceived or first ac-

tually reduced to practice in the course of

their assigned duties;

iy A copy of the imvention report
forin or outline utilized for preparation
of invention reports;

{vii) A statement of whether the in-
stitution hras an agreement with any pat-
ent management -orpanizations or con-

cosaiants and a copy of | any sucl:n

agreements;

(viii) A description of the plans and
intentions of the institution to bring to
the marketplace inventions to which it
relains tille including a desecription of
the efforts typically undevtaken by the
fnstitution to liconse iks inventions;

{Ix) A description.of the stitution's
past patent applieation and patent -
censing nctly ich Inctuding the {ollow-
n\g' :

TEXT

(A Numbbr of inventions ro{)brted to

the institution during each: of the past

ten (10) years;
(B) Number of patent applxcntions

filed during each of the past ten (10)

years;

(C) MNumber of patents obtained dur-
ing each of the past ten (10) veavs;

(D) Number of exclusive licenses is=-
sued during cfuh of the past ten (10)
vears;

(E) -Number of nonexclusive licenses,
other than those to sponsoring. Govern-

ment agencies, issued during eqch of the -

past ten (10) years;

(F) Gross rovalty income during each
of the past ten (10) years: and

{(3) A gcneral description of rovalties
¢harged, including minimum and maxi-
mum royalty rates;

(x) A list of subsidiary or affillate in
stitutions which would be covered by a
agreement signed by the institution:

(xiy If the institution is a subsidiary

‘'or affiliate organizaiion, the name of the

other related organization and a descrip-
tion of the relationship; :

{xii) The amount of Government sup-
port for resecarch and development .ac-
{ivities currently being administered by
the institution, giving Government
agenecy and breakdown.

(xiii) A statement of the institution's
policies with respect to the sharing of
royalties with employees; and

(xiv) A description of the uses made
of any net income generated by the in-
stitution’s ratent management program.

(3) Before an institution’s technology
transfer program and capabilities are
approved, the instifution shall have a
technology transfer program which. as a
minimum shall inciude the five (5) cri-
teria listed below. In addition to these
criteria, consideration wiilt be given to
whether or not other Government agen-
cies have approved an Institutional
Patent Agreement with the requesting
institution, The five criteria are:

(i) An established patent policy which
is comsistent with the four policy objec-
tives in § 9-9.109-6(a) and is admin-
istered on a continuous basis by an officer
or organization responsible to the insti-
tution:;

(ii) Agreements with employees re-

guiring them to assign to the institution
or iis designee or the Government any
invention conceived or first actually re-
diced to practice by them in the course

of or under Government contracts and-

awards or assurance that such agree-
menis are obtained prior to the assigh-
ment of personnel to Government-sup-
ported 1esearch and development proj-
ecis;

(iil) “Procedures for insuring that. In-
ventions are promptly idextificd and
Limely clisclosed to the officer or organi-
zation-administering the patent policy of
the institution;

{iv)} Procedurcs for insuring that in-
venlions diselosed {o the institution are
evaluaied [or inclugion in the institu-
tion's promotional program; and

{v) An aclive and -effcctive promo-
tional  program for the licensing “md
markeling of inventions.
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(4) Tn considering approval of tech-
holopy transfer programs and capabili-

tles in conncction with requests for ad-. -

vance waivers, such approval shall be
considered in lew of commercial, manu-
Incturing, and marketing capabilities
which normally reside in industry. Such
approval shall not be considered suffi-
cient in and of itsclf as justifying the
granting of an advance waiver to an in-
stitution. Apvroval of the grant of ad-
vance walver must be viewed in light of
the cons:demtions of & 9-—9 109—-6(h)
above an : ; forth
in § §&T00-6(a) above.
In requests for identified w atvers”

an approved technology transfer pro-
cram and capabilities has identified an:
invention and has exvpressed a desire to
commercialize it through o request for a
waiver therefor shall normally be pre-
sumed to have met the criteria of § 9
109-6(c) unless it 5 indicated that uptler

CF : LS of waivers,

Each waiver shall contain, as a miniimam,
brovisions covering each of the following:

(1) Advanhece waivers shall apply only
to inventions reported in accordance with
paragraph (e)(2)A) of the clause of
§ 9-9.107-5(a) and with which is in-

-cluded an election as to whether the con-

tractor will retain the rights waived in
the inventicon, and specifying those coun- -
tries in which rights will be retained.

(2) Subject to the rights granted in
paragraphs (¢) (1), {2) and (3) of the
Patent Rights clause of § 9-9.107-3(a),
the contractor or inventor shall agree to
convey to the Government, upon request,
the entire domestic right, title, and in-
terest in any Subject Invention when the
contracteor or inventor as appropriate:

(1) Does not elect, in accordance with -
(i) (1} of this section to retain such
rizhts; or

{iiy Tails to have a TUnited States
patent apnlication filed on the invention
in accordance with paragraph () (5 of
this section, or decides not to continue
prasecution of such application; or
- {iii} At any time, ho longer desires to- -
retain title. -

(3). Subject to the rights granted in
paragraph f(c) (1), (2) and (3) of the
Patent Rights clause of §9-9.107-5(a),
the contractor or inventor shall agree o
convey to the -Government, upon re-
guest, the entire vights, title and interest
in any Subject Invention in any foreign
country if the contractor or mventcn as
appropriate:

(i) Docs not elect, in accordance with
paragraph () (1) of this scction, to re- .
tain such righis in the couniry; or

{iiy Fails to have a patent applicttion -
filed in the country on the invention in
accordance with paragraph (i (6) of this
section, or decides not to continue pros-
ccution or {6 pay any maintenance tees
covering the invention, To avold forfeit-
ure of the patent applicalion or patent,
the contractor or inventor shall notify
the patent counsel not less than 60 days
before the expiration period for any
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owever, the fact that an institution with "3




