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April 16, 1975

TO: Holders of DHEW Institutional Patent Agreements

SUBJECT: Information Item No. 28

Enclosed for your information is a proposal by the National Science
Foundation to limit the use of Foundation funds for further develop­
ment of inventions made under its awards where the inventing organi­
zation has been permitted to retain the principal rights.

Sincerely yours,
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Norman J. Latker
Patent Counsel

.Enclosure



,

" NSF PROPOSES TO LIMIT USE OF
FOUNDAnON FUNDS FOR DEVELOPMENT

The National Science Foundation proposes a change in the rules governing ownership
of inventions that would bar the use of Foundation funds for development of inventions made

.' UJJder its' awards. If adopted, the change would appear to eliminate objections to ",SF pate"t
practices recently voiced'by Senator William Proxmire (O-Wis). (See 220 PTC; 1'.-9)

The proposed amendments, which appear at 40 FR 12819, pertain to cases where L'1e
grantee has been allowed to retain the principal rights in NSf-funded inventions.
the principal rights in an invention made under an NSF award would be granted o;'Jy on the
condition that no Foundation funds be used "for performing development, enginee~'i;lg, or
design work directed toward a commercial embodiment of the invention." Exceptions to tllis
rule could' be approved by tile Grants and Contracts Officer, and tile prohibition wciuld not
"apply to efforts made to improve the invention tor the primary purpose of enhancing its
utility in connection with scientific research conducted by the grantee. "

The text of the proposed amendments appears below:

i



l

I.
i.

3-27-75 NEWS & COMMENJ

• • • • •
'(e) •••

(6) iIiclude a proVision sImilar to that
set forth in § 650.9 (c) (2); and

2. Paragraphs (2) and (3) of § 650.9
<c) are renumbered (3) and (4) respec­
tively. A new paragraph (2) Is added as
follows:
§ 650.9 [Amendedl

A - 19(No. 221)

included as a condition of each such de­
termination. For this purpose, a provi..
sion such as the following- shall be used:

(D Unless specifically approved by the.
Grants and Contracts Officer, the grantee
shall not usc fWlds provided by the
Foundation for performing development,
engineering. or design ,,"'ark directed to.. "
ward a commercial embodiment of the"
invention.

(Ill Paragraph (c) (2i (I) of this sec­
tion shall not apply to efforts made to
improve the invention for the primary
purpose of enhancing its utility in con.. ..,
nection with scientific research con.. 1
ducted by the grantee. Further to the ex­
tent that the work statement in the
av,rard or proposal upon Which the
award was based clearly specifies a line
of research to· be pursued, paragraph
(c) (2) (i) of this section shall not apply
to the pursuance of such research.

3. In the last paragraph of § 650.9(c)
(4) ·(previously § 650.9(c) (3» delete (2)
and substitute (3) therefor.

Da ted: March 14. 1975.
.R. GUYFORD STEVER,

Director.
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PART 65O-PATENTS
1. Section 650.8(c) is amended by add­

Ing the following after subsection (5)
and renumbering subsection (6) as sUb­
section ~7).

§ 650.8 [Anlended]

(c) ....

(2) The v;-'iI1ingness of a grantee to
assume· the cost'5 and risks associated
with the b:ringing of an invention to the
point of pract,ical application is a signifi­
cant factor influencing most deter­
minations that the grantee should be al­
lowed to retain· principal' rights in an
invention made under the award. Con­
sequently, a provision limiting the use of
FOW1dation funds for" further" develop­
ment of such inventions will normally be

.wren
[Text]

NATIONAL SCIENCE FOUNDATION
[45 CFR Part 650]

DISPOSITION OF RIGHTS IN INVENTIONS
Notice of Proposed Rufe Making

Notice is hereby given that Part 650 of
Title 45 of the Code of Federal Regula..
tlons is proposed to be amended as set
forth below.

The proposed amendment provides for
certain lL'-nitations on the use of Founda- .
tion fWlds for further development of
1n...·entioI"'..5 made in the course of or
tl.'"'lderFoundaUon awards In cases v;here
t.iote inver:ting organization has been al­
lowed to retain pricipal rIghts In such
m\'entlons.

Interested persons are invited U::r sub~

tr.Jt "-Titt-cn comments on these regula­
. tionS to the Director, National &:ence

Foundation. ATTN: Office (If the General
Counsel, \VaShington, D.C. 20550, by
l.fay 30. 1975.

It is proposed that Chapter VI.· Part
650 of 'T:tle 45 of the Code of Federal
Regulations be amended as follows':
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