; compounds generated under DHEW grants are handled
".mst1tut1ona1 patent agreéments. ., This was, the sub;]ect of a spec1a1
.8 ectlon in DHEW Regulatlons, Whlch I am attachmg for your use and
~.distribution to mvestlgators synthesa.zmg compounds with DHEW
SUpport. : PleaSe note in partlcular that the special agreement
,f;fbetween the screening’ organlzatmn ‘and the umvers;ﬂ:y requlred by
"Section 8.-8(c)(2) is unnecessary if the unlver51ty is an. 1nst1tut1ona1
~patent agreement holder. All that is necessary is an agreement
_;;between the part1es meetmg the. condlt:tons of 8. 8(c)(1).; This agree““
"f";?-‘ment is usually. drafted by the screemng orgamzatlon h the consent-'
. of the’ umverszty - ER ,

: Smcerely }.yan"s:; [
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_(o) General Pollcy

A31f(1) Cnemlcal cempounds haVLnb potentlal medlclnnl and ether Utl]ltles are
) ?Joften Syntheqlzed or. identified during the course of research financed under-
fL DHEh research grants and- awards Reportlng, filing paten pp11cetlcns o1, ¢
Teand determlnlng ownershlp in inverntions relatiag to’ scch copounds pose prob=
__1ems wnlch requzre specxal attentlon.. After a cOmpound ha

3screened and tested in’; Government'or”nongovernmonr rac111 es.in order:that
;Vall possible utilxtles inay be ascertained and that any pronis1ng compounds L
:jmay be fully" deveIOped for widest posslble use. The Department encourages
the utzllzat1on whenever approprlate of the screenlng serv1ces or tﬁe Cance

the use of grant funds.-u

_») Screenlng_performed w1th uae of_grant funds

G Whero nongovernmental fac111t1es are utlllzed for ,creenlng serv‘cesi'f
_,;-to be: performed and paid for by the grantee (as used in thls section, the
"1zterm grantee :refere to. awardeeq An -addition to. grantee Lnstltutxons) w1th SEER
-grant funds, the grantee shall obtain an agreement ‘with thé screening organi~ }v B
. zation provid1ng that the screener shall ‘promptly. report to. the grantee the. ‘?
- details of any. positive findings of utility for the c0mpounu and that ail’
';lﬂlnventxon rights relatlng to the compound. and its utlllty shall, as between
. the grantee -zand the screener, vest in the- ‘g¥antee - ‘Upon’ recelpt of: such
.report ‘of: posxtlve findings, the grantee shall prOmptly forward copies 'to
“DHEW .. ‘Oimership of all 1nvent10n rights to the compound or; reported utili-
' ties shall be subject to ‘the disposition by the’ Assistant Secretary- (Health
©oand Scientific Affairs) as. provided by the terms of the grant or award ‘in
fj;:accordance with Section 8.2, except that where the -grantee institution has’
“entered into an. Instltutlonal Patent Agreement wltn ‘the; Depfrtment pursuant
to. Sectlon_S 1(b) above, ‘ownership of’ the 1qventlon rlghts' hall be in accor-
jdance withﬂthe terms of that Agreement : : :

(c) Screening performed wlthout the use of grantﬂfunds

o E Where screening is ‘to. be performed at nongovernmen allfacilit1es
: fw1thout ‘the use’ of .grant: tunda the grantee may’ proceed’ t ‘ave compounds
.-screened under one: of the follow1ng arrangement - ¥
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Lt e RL‘GULPTIONS AND PROCeDURES
(o 10 10 contlnued)

(1) Institutlonal Patent. Agreement <, Wnere the grantee lnst tutton
_ *has entered 1nto an Instltut1onal ‘Patent’ Agreenent w1th tne Department undeej_”
‘Sectlon 8.1(b).of .the Department Patent’ Regulatlons, the‘ ;rantee shall -enter
“rinto an agreement with the screener which shall be ¢onsistent wlth, and. WLIF,“
"ﬂpermit the. grantee to- fully comply with its ObIlgathnS ‘under. such Inst1tu-~-"'j
jf-itlonal Patent: Agreement The agreEment with-tha screener shall, as a; rlnlnum,,Tf;
1{fprov1de that ownershlp of patent rights to inventions- resultlng from ‘the - .-
.gscreenlng process 8hall vest, depending on the law of xnventorsnlp, in ‘the o 7
grantee, ‘the screener, or both, except that Such agreement may leave to screen-“'
.~ ing or testing organizatlons ownershlp rights to: invéntions clalmlng novel
ﬁn]methods of using compounds , where such use lnventions are. flrst ‘conceived:. s .3;5
~and reduced to practice solely by the. screening’ or testlng organlzatlon w1th-'“
" ogut.the . use of grant awards., The grantee shall administer all invention-
‘rlghts to the compound- and all other inventian rlghts vested in the grantee
wine accordance w1th the terms of the Institutlonal Patent Agrenment

(2) Patent Agreemente for Screenlng == Where an- Instltutxonal Paten L

B Agreem&nt is not. ln effect, the: grantee shall" ‘enter into an agreement with a
Ymscreener to. govern d1spositlon of rights ‘to inventions - re3u1t1ng from the -
screenlng Such agreenents shall be in the form- prescribed by or. as may be
qxapproved by the Department and shall be consistent w1th ”he pollcy set forth
1n (a) ‘ PR B .

‘rﬂﬁ(3) Determlnatlon of Invention R1ghts Prlor to creening e where 'z
-grantee ‘hag’ not entered dnto an- Inat1tut10na1 ‘Patent Agreement, it may, prior
to-making arrangements for screenlng, petitlo “thie Asa1stant Secretary (Health '
and - Sc1e1tif1c Affalrs) requestlng ‘a- determlnatlon that 1nvent10n rights: pers:.
talnxng to an 1dent1fied c0mpound be aSSLgned ‘to- the gra ee for admlnxstra
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