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THE EVALUATION AND PATENTING OF UNfVERSlTY INVENT 1 ONS

I o - o - . 1 would like to preface my Talk with an obsérvafioﬁ and a caution.
« The obserQaTion is that our licensing program is quite new, having started
on a full-fime basis only January |, 1970. The caution is that you recatll

- that observation and be aware “that my comments are drawn from only a

modest bank of experience. A further nofe'of caution is fhéf The approach
- we take in Tﬂe evaluation and paTenTing of inventions is nﬁ?.wifhouf-
_definite risk of Iosing'The'propriéfary righfs the inventor has deposzéd
“with us. This will be made more clear l|ater. : : ,
(-Anofher point I_would l1ke fo‘make now before proceeding is to
suggest. that the Qoat of briqging fhe_research.achievemenfs of your
“institution forward to public use and benefit in a fashion which aiso
brfnés in that muchFheeded unrestricted income.has the best chance of
3.succes$ with an entrepreneurial and venturesome Thrust. Avold over-
emphasis on the legal and housakeeping poin?s of ficenSing——nofwifhsfénding f
any_conf?ary impression you might receive.from the baiance.of this talk! |
It Is axidmafic that to be able to evaluate an fnyenfion, you must
“first be made aware of its existence. _Perhaps-fhe best method to sffmuiafe |
“discfosure.éf fnvenf?ons is-+§ make yoﬁr research'persdnnei aware of
. successful licenses which have already brought income to other researchers.
InQQnTions-aEe alsbli&enfified and reported due To the coﬁfragTUal sTimuiaTioﬁ. 
of invehfiﬁn reporting requirements of coﬁ%raCTs'and granfs. Additionally,
inventions are located by simpiy keeping in touch with your research |

community, reviewing technical papers, and by reading news releases.
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Once idéhfified, the use of ‘proper ihveﬁfion_reporfing forms s
}-'heipful in yoﬁr preliminary eveluation. For e#amp!e, you may find Thg-
.- inventor has_cffed first publication in a year-old journal article
which”éomple?ely disclosed the invention. The;paTenT bar wiil_precludé
l'rlicénsing_of that invention. While you can generally use your forms
for repdrfing inventions, certain of your research sponsors may prefer
foliowing their own particutar format. |
Well now, however, it came fo you, y§u have there staring at you
on YOur desk some pieces of baper_describing an invenTiqn-which'cpuld |
Just as well be written in Greek as far as your comprehensioﬁ of it
goes; Or you may - understand whaf-fﬁe inventor has written or drawn,
.buf you haven't ény idea if anybody needs it. Or how do you Rnow-if
vou can license an invention which improves a performance parameter of
something by 50% but adversely effects énofher performance_paramefer by
log? | |
We shouid at this point observe that most university inventions
are at & very basic sfage. You will generally be asking a company tfo méké
a cosfiy,'difficu!fi'and risky decision fo a?TemE+_+o bfing your discovery
forQard to a marke{able product. And even when-a:discovery'is‘of obvious
fundamental importance, it will be offen.prudenf for a company to wait
until The rest of fhe technology caTches.up. .I refer-yourfo the NSF.
TrQCes study which tracks the pa+h.of Technological development which
led to important current products. 'Maké_no @is+ake-~ficeﬁsing invenfibns
resulfjﬁgrfrém basic research is a fough job. But success is possible;
As The-nex?“sfeﬁ.in eyaluanon of the invention, | recommend
meéfing with the inventor at his iaborafbfy or office; Ask gim;The
quesfions YOu would |ike anSwefed to evaluate his invention. | qually'

first ask The‘invenTOr to describe the invention. He will generally
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~ know the possible uses of the invention--and | Ehou!d mention here the.

uses of a new discovery are not always obvious, even to the Inventor.

Theinventor may df?en*be'abte'id“ccmﬁare his discovery fé what 18
~available in the marketplace and will alsé be able fo ideATify possible
“licensee Candida?es. On the other hand, occasionally an inventor wili
.have no idea of the commercial utility of his discovery. Very impor*ahf_
to your evafuafion, your meéfing with the invéﬁfOr witl afso serve to
giveryou a feeling for the technological érea of.fhe invenfion;
You may find the fofal potential saies market for an invention Is
évenfuaily to the Government and that the invention was derived from a
' fesearch hrojecf that had a Government sponsor. Since The.vaérnmenT-
~will have a Eoyalfy-free'[icense to the invention, there is nbf muéh
point io taking on the invention for Iicensing unless tThere may be a
forelgn market.
| You may find too that whzle every Iaborafory similar tfo your
.invenfor s-wal! surely need hlS discovery, there may be a grand.fofal.
'rof five such‘lébbrafories'woridwide. A potential market should af'fhé_-
' very leasf.be'enough.To.redover through royalties the cost of the patent
. and admlnlsferlng the license. )
| 1n some cases, you may no+ need to meet with ?he.:nvenfor to
“evaluate The.lnvenflon. _Regardless, l believe it is & good idea To
maintafh é}clése fiaiéon with The'fhvenfor, keeping him informed of your
prOQress,_ahd'he keeping you aware of technical developments relative to
| rfhe_invenfion and his planned pubikations covehihg the invention.
' You may have obtained sufficient information thus far in your
- disclosure '

review of the tnvenflon/and meeting with the inventor to convince you

to immediaTely file a patent. I find This-is not often the case, but

A
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.'if'is cerfainly safest from the point of view;o; safeguarding prOpriéTary-
' -rfghfs; | | |
 Now ThaT.youlhaVe determihed To”accgpf the invenfiéﬁ for furfher- 
évéluaTiqn after talking with the inventor, what hexf?‘3ln!mosT_cases,-‘
Lyou are ready for an evg!pafion_by companies. Parenthetically, this is
the risky pafT I told yoﬁ about earlier. By-an;having_a; teast filed
a patent application before disclosiﬁg.The invention to companies, you |
sfand a chénce_?haT someone will beat vou Tdrfiiing; perhaps a compan;
to whom you disclosed the invenfion; Although the invenféf, accordiné
to U.S. laws, is the first To.conceive rather than the first To:file-as
in most foreign couniries, one respected patent attorney édvised me
“ that in infringement litigation, he Qoh[d take the first to flie position
anytimé because of the burden of proof. |
Beféré discﬁssingﬁfhe:comﬁany éﬁaﬁuafion process | use, let us

examine alternative and éafe‘meané for evaluating én invention and.fhen
why | even consider taking a risk if these safe alternatives are avai!ableu
“The first presumption is that you are not, at least inifiélly, utilizing
the invention evaluation and development services of organizations such
as Research-CorporaTién anhd Battelie. These two compefenf orgaﬁiza+ions
have the resources, capabilities and expérience fo‘handle university
invenffbns, but o khqw morelof them, as PrisCifla said to John Alden,
"L det them speak for Themselvés;"

| One simpte alternative is to utilize experfs'in'fhe'field of the

invention that you may have.on your faculty or staff to evaluate the

invention, If you"have a multi-campus system, ydu-may be able to

- obtain an evaluation by the inventors! technical peers at other campuses.

- To encourage a frank evaluation, you may consider keeping-fhe identity

of the inventor anonymous to the evaluator and vice versa.
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Another alternative would be engage a cénsu&fan? with éppropriafe,'
'IQUQLEfECéfions_Té,eva[ﬁa?e the ihvenfion. The consuitant agreement
" here should include wording whereby the consulfanf-wou!ﬁ égrée tc mainfain 
the invention as cénfidenfial. !

A patent committee can also be ufilfzed to evéiuaTe inventions.
iYou would on ThIS commitiee have compeTenT represenTaTives of several
Technlcal diSCIpiineS (and use guest evaluafors on occasaon), a legal
.represenfafiye, a research adminisfra?i@n represenfafive, and an_enTre-
p;eneuriaily “riented individual from your business school. Many companies
liégopafenf committees to evaluate inventions. This commi++ee would meet .
periodically to evaluate Inventions, as well as to éoyer B+her invenfion;
‘related reSponsibiiifies which may form its charfer‘ -Inveﬁ?ors.can be
_asked To personaily present their inventions to the committee.
| The ‘evaluation output of these aiTernaflves wou ld fyplcally be -
..a decision to file or not to file a pafenf. Subsequenle, with at least
the profecfibnfof a patent abplicafion*filing date, Thellicensing process
rwould begin. | |

So why do | contact companies before filing when such'safe ajTer»
naTIves_are_avaf}ablé? First, | gonfess ! cerTaiﬁly take advaﬁfage of
'Qhafever university eval@ation,capabi!iTy_is_available-befqrg“confacTipg__
'.companies.' In many cases, because of the narrow nature of +yp|cal uni-

. _ very wel |
vefsify invgnf:ons the Inventor wlll know fwhere his d|scovery stands
Technicaily,'aT least in regard to published dafa. Other evaluafors

are helpful most when they have some interface with the industrial com-

munity and the inventor does noT,_.




 NoTwi+hsTanding the fact you may Héve.a faVorab!e opinion of
the -invention based upon your evaluation steps to this point, it is
no% until you make contact wifh'?hose-Who’are nof only aw?ré of whafl
it takes to develop your invenTion to a product but who are c!oseiy

in tune wiTh.The dynamics of the particular market that you will get your -

most meaningful evaluation. In my opinion, and t've underlined opinion,

it is unlikely a company would unfairly take advantage of the fact vou.

¢ have not yet filed. You are not a competitor fo industry but a continuing

source of Technology with whom good refations can be important.
_lf-you rely solel? on internal br consultant evaluafions; |

suépecf you will be incurring a substantial legal expense and delay

(and the latter point of délay may be more impor+anf than oﬁe reatizeé

in this era of rapidly changing technology) and low batting average in

! obtaining licenses. We have seen many seemingly fantastic Inventions

‘quickly brought down to earth after a brief chat with someone faced

with the realities of the marketplace.
Se, in Spife-pf the risk, you decide to contact companies.
I
Before getiing the company evaluations, however, the appropriate com- -

panies must first be identified. You ideally want compahies as licensees

which both have the technical capability to develop the invention and

who serve The markets where the invention may be sold.  0Of the two,

Theﬁmarkefing match may be the most significant.
- Now is the time for some research if the particular companies are

not obvious or readily known from your previous contacts. Useful research

 tools include the Thomas Regisfer; Dunn & Bradstreet Million Dollar Birectory,

~ Standard and Pobrs, Moody's Industrial Manual, WEMA Directory, Science

Magazine Gulde to Scientific Instruments, annual reports, investment surveys,

and the various technical journals. Your business school {ibrary is often




'a good source éf researéh material.

As a min{mum, information | find useful . for each .company is-its
address, telephone number, name and title of chief offiters,‘anhua{fsaies,-f 
- principal products, and technical strengths, if availablé | ‘

. The next step | generally foilow in The evaluation and patenting
of university lnven+|ons is To call or visit personally SpeCIflC individuals
_'a+ one or more of the companies identified as promising |icensees.
I+ is .from this prélim%hary_in+erchange with Thos?:who compete
jn_The'markefplaée that you will hOpeful[y learn enough to déTermine the
' chances of licensing the invention and thus whether or not to file a
paTenT application. . In éonfaé?ingrfhe companies, you aré also beginnihg
. The.markeffng phase. This is The.Topic of the next speaker so | will
ot dwell on that point. | |
| .The evaluafioh pfocess juéf briefly described is not absotufe;
For. examp[e you may find it worthwhile to obtain at least a patentabi [ty

opinlon from a patent counsel hefore contacting companles Or you may

'_wtsh to havela patent search as part of your evaluaf:on.: And you may file
onroccasibn immediately after an‘invenfion‘s disciosure +o.you, and there
are inventions iike that! | |
| And for some inventions, the evaluafionﬂprocess is.never quTTe.

A conclus}ve. Wifh +he publication date quickly approaching, you have a

 .ToQ§h decision whether to file or not to file. Given fhg odds against
receiving éven any income, not to mention getfting Theiinbenfion !icenéed 3
.in the first place The prudent course.is probably not to file.. On the
other hand it could be that particular |nven+|on is the one in 10, 000 _

that will bring in barrels of money and solve all The financial worries

of your institution. 1f you have The budget to take a fiyer and are a
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 compu[Cive gambler, put your $1,000 or $2 000 down on a paTenf appll—
catvion. Agaln, given the odds, the chorce in most cases would be to
~drop the |nvenT|on. But, o reverse field on that one, it has been
our personal experience &8 filing decisions have been Igg‘conservafive
~and we are going fo gamble a bit more in The_fufure..

: Having'obfained a positive evalua+ion of the inveﬁfion, you may
.noT necessarily be ready to flle a patent app!fcafion. if you do not
 have staff patent counsel, seek ouT.a'good private patent gpunsel with
a technical ﬁéckground-which relates to the invention. Assuming the -
“invention is patentable, it may be in order-fo have a patent séarch
:made.before éufﬁorizing a pafen+ appiicafion.' PaTenT searches are
.normally done at the Pafeﬁf Office Search Center in Ariington although
there is 1imited patent search source material placed in 20+ public
or college libraries located throughout the United States. Professional
_paTeﬁT searches generally run from $50 to $150, and pa?en+ applnca?uons

run from several hundred tTo several Thousand dollars with a mean arouqd

| $1,000-$1,500. Our practice is generally not To.héve a petent search.
Before au+hor|z:ng -the-patent appllcaTeow, it is a good business

.pracT|ce To ob+axn an esTtmaTe of +he cost of the patent from your patent

.counsel. A hlgh patent cost with limited poTenTtaI royalty income may

‘lead to a dec:suon not to file.

C e One parTing comment that beafs'sfressing ié The.need To move
swnfTIy in the evaluation and patent fflxng process, -There are several
reasons. There is of course fhe need to beat The publicaflon date To
obtain maximum patent coverage. Also, many ?echnologlcal dlscoverles

 are ripe to be found within a-short periodAof time by many researchers:
in the particular. field and thus, it is importani to precéde other =

-inventors in filing. Another reason for timely evaluation is derived




L o ! S
*rom a perhaps debatable opfnion Tha} success inrobfaining a license
"for basic fechnology is often inversely proportionai to .the amount
- of time the rew discovery hés been known; In other words; fﬁiéffhesfs
: poldsﬁfhe longer the invention is on the shelt and avai]ablé, The.less
may be your chancés of iicensing ThaTIEnvenTioﬁ.
This concludes meré!k_abouf the evaluation and patenting of in-
ventions. There is nbf.a‘disfincf line of demarcation between our method
of invenfion”eﬁaluafioﬁ and licensing sfrategy which will now be covered
by Mr. Young, the next speaker, but | hope ! have not strayed into his

presentation.
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