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This §s in response o yaur 1rv1tat19n to all Csﬂmittee members for
additional age 1cy corments on the Cormittee’s January 6, 1576 _
- preliminary indication to pursue opticn 2{b) permitting Government .
. contractors to retain an exciusive Yicanse in dnventions they _
 generate in performance of uavernm;ntwfuaued Tesearch and devnlop- R
ment centrachs.

S L Hy r=v1ew indicates that the differorces bptw en the title and
b o exclusive Ticense options appedr to be more serious within HEW ‘
b -0 than ceuld be nighlichted ard discussed in the Timited time &Vdilaﬁiu
~at the January £ seeting. This is asnec1auy true where the contractor
o o o will onot nimself daliver the invention io the marketplace but’ mast
B - Yicense a third party to attract the risk cap1tal necessary te accom-.
' - .. plish such delivery. Unile such licensing by an industrial contractor
.. may be iafrequent, it is a primary and rapidly-growing mechanism in
pringine aniversity and ﬁcn-prefzt :nstztutxan 1ﬂvent1ons 1o the -
. marketplace.

Hlstarical};, untvers1ty and other’ non-prefﬁt research 1nst1tutlons
generally utilize the services of either {1) &n in-house but separately-
incorporated patent management organization, such as the Wisconsin.
A SRR Blumni Research Foundation, or (2} a nationwide non-profit patent
- o _management organization, snch as Research Corporation, when invalved
B B in Puﬁ@ﬁt ticensing for tqe _purposa ar tccrnslngy transfer‘_,,f~ L

Tr«dit1ana11f these . patents1anaaement orﬂanizattans have re wired
- -assignment of title from the universiiy and non- ~profit croganizations
- they serve. 1 am advisad that assignwent of titie is considered
. essential -in order to.negate any appearance that the paient mandge-
- ment orgunizatien is acting as an agent rather than the pwner of the
- inventiony An agancy relationsiip with the patent titleholder vraises
o the question of whether tne non-profit patent management. organization
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*,13 is. Iicensed to practice law, 2) can maintain 1ts tax exﬁmpt status 3
‘since thereis an appearance of sellifig @ service to the public which

‘{s unralated to its charitable purpose, and 3) can successully deal
with potential licensees who attemnt. ta nEgctiate directly with the

" principal in order to obtain better tevms. While 1) and 2) may pose

ro problems to indusirial contractors. 3) ray impact equally on
indusirial contractors:seeking to license their rignts. Whether one
deems these problems insoluble or not, the assignment of title is a
- requirepent of existing non-profit patent wmanagement crganization, .
_and atiempts to change the established precedure wiii no dount.

. meet with. resistance.

In light of tne above, we consider tha 2{b). eptiep 20 bauar unaceert—
- able course when applied to universities and non-profit organizations.
. Although a$p1y1ng the 2(b) option to industrial contractors who them-
-~ selyves willi b 2 delivering fo the marketpiace may have lesser compifi=
.cations, we perce1ve othner problems in that area, which snau]d be
- considered pr1or 1o pursuing the 2(b) option further,”

 -In this regard, some understandiag of what u1ll transpire at the tinn
~an exclusive license terminates must be veached. If {t is intended

%o return management of a substantial number of inventions to the

Government after an exclusive 1icerse ends, we envision substantial’

- administrative difficulties in bringing the departments and agencies.
. &T the Executive up-io-date on the exclusive Ticonsze's experience
in the marketplace before the Covernment could ‘grant. aaditional

- Vicenses. Further, we believe that a pelicy requiring the Goverament -
to assume the responsibility of granting'nonaxclusive }icensss. after
- the exclusive license ends will act as an additional disincentive to

- the involvement of. univarsity and non-profit organizations in techno-

~logy transfer. This result is but the natiral consequence of. dxﬂin- '
,3ishing prospects for incone from nsnexc!us1ve licensing.

“In conciusion, we must advise. that in our: ep1n1on, the Z(b) eption
{s wore than cosmetically different from the 2(a) option, especially

- a5 it applies to the university and non-profit research sector.
" This option should not be pursued “further without a fuller exami-
- - pnatien of its ramifications. It 1s Suggested that the protection af-
~ forded by the Government through the use of option 2(b) could as easily be
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" obtained by perm1tt1ng conuractors ta retain title subject to weT] S
defined march-in rights. Such a policy would come closest to .
creating the optimum conditions for contractor participation in

- Government research and development -and ultimate utilization of
its results w1thout the adﬁnn1strat1ve cosis. h1gh11ghted above.
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