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this is 1n response to your ipvitation to 271 COﬁwittee momhers for

additional agency cormenis on the Committee's January 6, 1976

- preliminary indicaticn to pursuz opticn 2{b} peraitting Gevernment

cantractors to retain an exciusiva digense in inventions they -
generate in vnrformaﬂce sf Gavernmentwfundzd r*search und deveiop+
ment centrachs..-

Wy review 1rd1cates that the differe nces bétween the title and

exclusive license cptions appear to be more serious within HEM

- than could be highlichted and discussed in the limlted time ava1luh}e

~.at the January 6 seeting, This is especially true wneré_tn contracior

Uil not himself deliver the dnvention to the marketplace but must

© Vicense a third party to atiract the risk capital necessary to zccom-

© plish sueh delivery. nile such licensing by an industrial. contractoy
may be 1nrr¢qubnt, it is a primary and rapidly-crowing mechanisw in
 bringing tniversity and non—prof1t institd tion inventions to the -
'1murke p;ace. R AR IR : s

_t Hlsiﬁr“ caliy, unsversity ard othe r non- prnf?t res;ércﬁ 1ﬁStitutiﬁns

generally utilize the services of either {1} an in-house but separately-

incorporated patent management organization, such as the Wisconsin
. Alurni Research Foundation, or {2) a nationside non-profit patent

management organization, such as Research Corporation, when involved

- 15 putent ]?cens:ng for Lqe parpﬂsL ar tﬂcnnc}og; transfer.

,Tradi? ﬂndl?y these pstent xanaoﬂnﬂn+ erfan1zat1ans have PGPU?FEu

ssignment of title from the uﬂlveraimy and non-profit erganizations

1’theyls&rva. 1 am advised that assignwent of titie is considered.
- essenifel in order to pegate any appearance that the patent manage-
Eent orcanization is acfing as an agent rathzr than the owner of the

invention. - An agency relationshin with the patent titlchulder raises
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"_ 23'13_1icenséd to practice law, 2) can maintain i%s Zax exerpt status
~since there 13 an appearance of selling a service to the public which
s unrelated to its charitable purpese, and 3) can sucgesstully deal

with potential licensess who attempt to negotiate directly with the

© 7 peincipal in order to cobiain beiter term Wiile 1) and 2) may pose
. no problesms to industrial contractors, a) may impact equally. on
~qpdustrial contractors sceking o iicyhse trear r1~nts. Whether one

dezurs these problems Insoluble or not, the assignment of title is5 &

L requireyent of existing non-profit patent ﬁanagemﬂﬁt orcanization, .
¢ Land attempts to change the established procedure will, no doubt,
'  -:mLet vith rhsistanca._ ' SR '

“In 1ght of the above, we consider ths E{b) Opt1on to be an u“ucce;tn

able coursa when applied to universities and non-profit orcanizations,
Although applying the Z(b}'ogﬁian to industrial contractors vho them--

-selves w11l b2 delivering £o tha markeiplace may have lesser comoli-~

cations, we parceiva otheyr problems in that area, which should ba

“V‘c0n31dared prxor uO ersuiug tha 2(b) option farther.

o In this regard, some underq*aﬁﬁing of what will tranSpive at the time
CEn excius:ve 1icﬂnse terminates must be reached, IF it is intended

. to return management of & subsiantial number of inventions to the
Covernment after an exclusive license ends, wo envision substantial

administrative difficuities in bringing the departments and agencies

- of the Executive up« o-data on the exclusive liconssels e¥nepionce
- in the warketplace before the Government could grant additional
- Vicenses. Furthar, we believe that a policy requiring the Government
to assume the vesponsibility of gran ting nonexclusive Jicenses after.
the exclusive license ends will act as an additional disincentive to
the invoivement of university and non-profit organizatians in techno--
o togy 4ransfer.  This result 1s but the natural consequence of dimin-
o gxsﬂing praspects Fer inccma Trom nenexc?usive 11censinn. ’

In coac?usia ¥ HE rqst udv1,e that, in our cpinion, the 2{b) aptinn

is rore than cosmetically. G?fT&“ﬁﬁL from the 2{a) cption, espacially
5 1t applies to the university and non-profit research sector.

"'Thls eption should not be pursued further without a fuller oxami-
- pation of its ramifications. It 1s suggested that the protection af- -
- ifbrdﬂd by the Governr“nt txrouah Lhe BSe of eption Z(b) cau}d_as easily be
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”'obta1ned by pern1tt1ng conLractors to retain t1t1e sub;ect to welT

fj: defined march=-in rights. Such a policy would come closest to
- creating. the optimum conditions for contractor participation in
. Government research and development and ultimate utilization of

' :1ts resulus w1tn0ut tne administrative costs hlghlighted above.
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