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The Department of Corrmerce has proposed new regulations,
published at 50 Fed. Reg. 13524ff (April 4,1985), to implement P.L.
98-620 as 37 CFR Part 401. Two areas of =ncern about these proposed
regulations have been identified.

The first relates to the granting of requests for relief fran
obsolete requirements imposed under patent rights clauses of earlier
funding agreerents, particularly with respect to restrictions on the
duration of exclusive licenses for subject inventions. A directive to
agencies in the proposed regulations to be liberal in granting such
requests refers only to funding agreerents subject to CMB Bulletin
81-22 or Circular A-124. It seems likely that this was an oversight,
and that the broad intention was to have that directive awly to such
restrictions imposed under any earlier funding agreenent. A =py of a
suggestion I have already suhnitted to CatInerce regarding this =ncern
is attached. You will note that I have suggested as an alternative an
even broader directive =vering relief fran all d:>solete requirernents
inp)sed under patent rights clauses of funding agreenents, not just
those relating to the duration of exclusive licenses.

The .second =ncern relates to the inclusion of novel plant
varieties within the definition oJ: "subject inventions", as required
by P.L; 98-620. There appears to rk at least sane potential for this
to be ronstrued as calling for a huge volume of invention disclosures,
elections, etc., under the Standard Patent Rights Clause, since plant
breeding projects may produce very large numbers of novel varieties
that =uld qualify for protection under the Plant Variety Protection
Act. 'lhe majority of these have no direct practical value, but
disclosing than with the requisite specificity might beccrre a
significant burden. (While patentable inventions can be both
described and patented genericly, plant varieties seem to require
individual. treat:nent.) There is a further =ncern that the nonnal
.practice of not protecting or releasing rrost of such new varieties
might be found to be in =nflict with d:>ligations to seek legal
protection and to pranote availability and use, unless elections were
made not to retain title. But in view of the time that may be
required to properly evaluate new varieties, such elections might haVe
to her. made prematurely. (It might be prudent to downplay questions
relating to whether a requirement to file for Plant Variety Protection
is inplied where title is' retained, in order to avoid a formal
clarification that it is.) A draft amendment providing for at least

. partial relief fran these =ncerns in certain limited circumstances is
attached.
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In view of your extensive involvement with COGR and your wide
acquaintance among research administrators, I would like to solicit
your . suggestions and cooperation in .. circulating either or both of
these suggested arnendrrents for review and possible concerted action
during the "cament period, which expires June 3, 1985.,
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