W&ﬁ@@N@BN AE_EJMNE RE@EARCH FOUNDATION

POST DFFICE BOX ‘2037 . PHONE 257 4851 {AREA CODE 608 *» 506 N. WALNUT ST. 3
" MADISON, WIS, '53701

~ April 7, 1970

Professor William H., Young
-Assistant to the President
University of Wisconsin
- 210 North Hall
Madison, Wisconsin 53706

| ‘Dear Bill:

During our meeting with Ward we had promised to send you a summary
of the determinations which we have received from the Department of
‘Health, Education, and Welfare and a summary of our obligations under
those determinations as well as a report relating to matters which the
Foundation is handling under the Institutional Agreement. -We also
agreed to include a statement as to which obligations had been satisfied .
~and give you some idea of our procedure for flagging the various deadlines .
which we must meet. You will find enclosed such a summary which we
* will update from time to time as the situation requires.

Best regards.

- Very truly y(.)urs.,

Howard W. Bremer .
Patent Counsel -

HWB:rw
" Enc.

‘cc--Messrs. Rosten;
. Woerpel; Abrams




B WARF S OBLIGATIONS
R TO THE-
DEPARTMENT OF HEALTH, EDUCATION
- AND WELFARE (DHEW)

- : I ‘Determinaf:ions under Section 8. 2(b)

A Green-Crane- Lester - Coenzyme Q
. ~U.S. Patent No. 3,162,654, issued December 22 1964
: __Determmatlon - December 16 1959 : )

In accordance with Section-6 of the deterrmnatlon U. S. Patent "
~No. 3,162,654 was ass1gned to the U. S Government o
: ‘_f"]anuary 22, 1965 SRR o

e -WARF retalned fore1gn rights and fore1gn patents were main- -
- ‘tained by Merck & Co., Inc. through 1969, after which time
- they were allowed to lapse by nonpayment of tax by mutual
. agreement between Merck and WARF. The Canadian patent
- will remain in force until August 16 1983 as there is no tax.
. on Canachan patents. -

B. .Slh Process for Preparmg Steroids
~ T.S. Patent No. 3,507,749, issues April 2L, 1970
‘_ _Determmatlon - Fore1gn - October 22, 1965 '
: December 15, 1965
- ]uly 11 1967

1. Obllgatlons complled Wlth

~a. Copy of recorded ass1gnment of U.S: patent apphcatmn
o was sent to DHEW on November 21, 1967.
" b. - License to Government on U.S. patent application was -
. . executed on October 23, 1967.
~'g.  Licenses to Government on each fore1gn patent apphcatlon -
S were executed on March 10, 1967 ‘

| '_ 2. Obllgatlons outstandlng

a. Prov1de written annual reports commencing one year
' from the date of the determination agreement regarding
" the development and commercial use of the invention.
The report for th1s 1nvent10n is due annually by July 11.




b. Within three yeé-rs from the date patent'iss.ues WARF o

- must show cause why it should retain all right, title
~and interest in the invention. - Deadline is 'April 21,
oo 1973,
‘c: All licenses shall be subject to the conditions of the
determination and copies of all 11censes shall promptly _
be furnished to DHEW . : -

| '3, Obltgauon obsolete because of 1ssuance of patent

- a. If WARF plans to abandon U S patent apphcatlon it
. must offer to transfer rights to DHEW. If assignment
- - is not requested within 90 days of receipt of offer,
. .WARF may abandon patent apphcauon '

. DeLuca- Blunt - 25- Hydroxycholecalmferol |
U.S. Patent Application Serial No. 741,239, filed ]uly 1 1968
Determmatlon - December 5, 1969. :

" 1. Obhga.nons outstandmg.

- a. Furnish copy of recorded asmgnment of u.S. patent :
- -application to DHEW. R
© b, Grant license to Government on U. S. patent apphcatlon_.
c¢. Grant licenses to Government on each forelgn patent
~ application. :

d. Provide written annual reports commencmg one year .
from the date of the determination agreement regarding
the development and commercial use of the invention.
The repoxt for th1s invention is due annually by Decem--
ber 5. '

‘e, Within three years from the date patent issues WARF must |
. show cause why it should retain all right, title and 1nterest

in the invention.

f. . All licenses shall be sub;ect to the conditions of the deter—
. mination and copies of licenses shall promptly be furnished

.~ “toDHEW.
- g. If WARF plans to abandon U. S. patent apphcatwn it must
© . . offer to transfer rights to DHEW. If assignment is not -

- requested within 45 days of receipt of offer, WARF: may

' _abandon patent apphcatmn : _




. Newhall - Internal Combustion Engine and Combustion Process

.]U S. Patent Application Serial No. 15,345, filed March 2 1970

k A determmatlon under Sectlon 8.2(b) was requested from DI—IEW
‘on Feb ruary 27 1970 To date we have had no reply '

1L ) Determmatlon under Sectlon 8. 2(d)

L A West- Tobey Cyclopropene Derlvatwes : .
7. U.8. Patent No. 3,335,194, issued August 8, 1967
R Determmatlon - April 29 1966 -
' 1 . Obhgatlons comphed Wlth
' a Copy of patent app11cat10n and filing 1nformat10n was
- furnished to DI—IEW on November 10, 1965 and June L
1966, .
b. License to Government on U, S. patent apphcauon was
' executed on February 2, 1967 o
Obhgatlons outstandlng
None
- ) 1. Instltutlonal Agreement
'_A'. Summary of WARF's obhgatlons to the Department of Health

: Educatmn, and Welfare (DHEW)

y A written report must be submitted to DI—IEW annually by
- September 30 reporting on inventions falling within the scope

- of the Institutional Agreement for the period July 1 thru

June 30. In order that no inventions are omitted a separate

- list is kept for each reporting period. Also, a record is kept.
" of the date each report is submitted and a copy of the report

'~ is attached to this record.

' The attached 1nvent10n record form has been prepared for - i
complying with WARF s other obhgatlons under the Inst1tLt10nal o

o Agreement




- B." To date WARF hag received two 1nvent1ons under the Institu-
- tional Agreement

‘. 1. Sih - Process for Preparmg L dopa (tbru mlcroblologlcal
means) .
'U.S. Patent Apphcatlon Serial No. 862, 061 filed
September 29, 1969. :

" A copy of the U.S. patent apphcatlon which was also
' considered to be the written invention report, ‘was sent
" to DHEW September 25, 1969. The Serial No. and filing
. date was sent January 8, 1970. A copy of the recorded .
- . assignment was sent February 26, 1970. A license to
. the U.S. Government under the U. S. patent apphcatlon
- Was executed January 13, 1970 '

- 'The next pertment date for thls invention is the fore1gn
‘ f111ng deadline whlch is September 29, 1970.

} '2,‘ Perrm - Method for Reducing Drug Ava11ab111ty in Combi-
o natlon w1th nghly Protein Bo_und Salts

A written invention report was sent to DHE

1969.

A pubhcatlon appeared in the ]ournal of Pharmaceuucal
‘Science, December 1969. The date of statutory bar to
- U.S. filing is November 30, 1970. If WARF decides not
. to file a U. S, patent application on this invention, it must
notify DHEW 90.days prior to the statutory bar or by
August 30, 1970 .

In order to assure complying W1th WARF's obhgatlons set forth in the
 determinations from DHEW and the Institutional Agreement, all pertinent
" deadlines are recorded on the calendar for call-up and copies of the.
monthly calendar are sent to Messrs. Abrams, Bremer, and Woerpel
 in advance of the deadlines. They also receive memos reminding them

- of each due date a month or two in advance of the deadline.

4/7/70 .
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| . INSTITUTIONAL PATENT AGREEMENT
- O GOVERNING GRANTS AﬁD-AWARDS'FROM.THE
| DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE

 This AGREEM”NT made and entered into this _____@ay of

B : e 19, Dby and between the United
"”States of Amerlca as represented by the Assistant Secretary

(Health and Scientific Affairs) of the Department of Health,
.Educatlon, and Welfare, hereinafter sometimes referred to as

“.the Grantor, and m %M/ 27 meﬂr
- /f(fﬁstltutlon)

' here;nafter referred to as the Grantee.

WITNESSETH

WHEREAS, the Regulations of the Department of Health,

Education, and Welfare, covering inventions resulting frem
- research grants, fellowship awards, and contracts for
research (45 CFR Parts 6 and 8), prcv;de in Secs. 8.1
through 8.5 that upon approval by the Assistant Secretary
(Health and Scientific Affairs) the ownershxp and disposi-
tion of domestic and foreign rights to inventions arising
cut of activities assisted by grants and awards may be left
' to the Grantee pursuant to its approved established patent
pollcy, with such wodlflcatlons as may be agreed upon, and

WHEREAS, the Grantee is Qesirous of entering into an agree-
ment wheréby it has a first optlon to retain principal
rights in and to administer inventions made in the course

‘of or under research supported by grants and awards from

the Department of Health, Education, and Welfare, pursuant
to the afores ald Regulations; and: . 7

e

VRS It .
L .

WHERHKS, the Assistant Secretary (Health and Scientific

Affairs) has reviewed the patent policy of the Grantee as

set forth in zle Wreveralig Lotlecs . -~ e

"'datedazmjgnafqb7aM__ , and its practices :
thereunder and has found them to be acceptable, subject to. ,
the provisions of this Agream@nt and that said policy for

" administration by the Grantee ofjpatents in the public
interest and are consistent withl the stated objectives of
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;,jthe Pres;dent's Statement and Memorandum of Government .
‘_Patent Pollcy, 153ued October 10, 1963 ;aué—F

‘jfZNOW THEREFORE, in cons;derat;on of the - forego;ng; the_
".partles hereto agree as follows~

.ZI.” SCOpe of Aqreement

‘ThlS Agrxeement shall define the rights of the partles hereto
- regarding disposition of title to inventions made in the
 course of or under research supported by grants and awards

- from the Department of Health, Education, and Welfare, which
are subject to the Department Patent Regulatlons and are

~ issued after the date hereof. - . ”""

o ;II. Deflnlt;ona'

, (a) The term "subject invention" as used in this
“Agreement means any.process, machine, manufacture, Composi-

tion of matter or design, ©or any new or useful improvement
therecf, and any variety of plant which is or may be

& o el A g TG ATe

patentable under the Patent LaWS of the United States

- ‘made in the course cf or under research supported by grants
~ and awards from the Depa;tment of Health Educatlon, and -
'Welfare. : :

_ (b) The term "made” when used in relation to any
invention or discovery means its conceptlon or first actual
reductlon to practlc».- : :

'III. Dl@DOSlthﬁ of P,“n"lpml quhts to Subiect Inventlons

- he Grantee shall have thé right to elect to file patent
application in the United States and in foreign countries
on any subject invention and to administer such invention

- pursuant to the provisiens of this Agreement. Grantee

~ shall notify Grantor at the time each subject invention is
reported to Grantor as required by paragraph V hereof, if

it intends to file patent application(s) on and to administer

. the invention. If Grantee doeés not ‘elect to file a U. S.
patent application on and to administer a subject invention,

- it shall notify Grantor in sufficient time to permit Grantor

to file a U.S. patent application thereon. In such event,
all rights in and to such invention, except rights in any
foreign patent application filed by Grantee, shall be

subject to disposition by the Grantor in accordance with
its Regulatlonq then in effect. _ :

bt
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“"- fIV.1 Supglementarv Patent Aqreemmnts

| revisea prase i/

o (a) The Grantee shall obta;n Eatent agreenenta from :
;<all persong whe perform any _part’ part of the work. under a grant
. or award from the Department of Health, Education, and .
Welfare, exclusive of clerical and manual labor personnel,
requiring that such persons promptly report and assign all
- subject inventions to Grantee or its approved patent manage- '
ment organlzatlon. : - : SR o

(b) The Grantee shall include the-following provision
in any contract it enters into involving research and/or

development for which DHEW research grant or award funds . o _@;1‘”

'_are utlllzed

“The COntractor hereby agreeq to report fully and o
. promptly to ‘ S — st f
o (Grantee) S f "E
any invention conceived oxr fivst actually reduced
to practice in performance of this contract
(hereinafter referred to as "such invention(s)",
and to assign all right, title and lnterest in. and
to such lnventlon to

o {Grantee)
ﬁor its designee. : .

*In addition, the Contractor agrees to furnish the
following materials, disclosures and reports:

v (i) Upon request, such duly executed instruments
(Prepared by the ' ' o

{
I
(Grantee) f
or its deslgnee) and such other papers as are f
deensd necessary to vest in the . . o |
!

or its
- {Grantee)
de51gnee the rights granted under thls clause _ LR
and to enable the . : S
(Grantee)
or 1ts d851gnee to apply. for and prosecute any ¢ :
- patent appllcatlon, in any country, coverlng such P

':zanﬂntlon.
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_,-"(;1) Inter;m repor*a on the f&rat annxvarsary DR,
' of this contract where extended or renewed and - i
every year thereafter listing all such iov eﬁtlons L '

"made during the periocd whether or not previously
reported or certifying that no inventions were _
conceived or first actually reduced to practlceﬁ E
durlng the appllcable perlod. AR

"(11&) Prior to fxnal settlement of thls contract..
. a final report listing all such inventions in~
gluding all those pxevxously listed in interim
- reports, or certifying that no inventiong were
.conceived or first actually r@duc@d to practice
under the contract." ' T

AL
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- V. Report of Inventlon | e L R

(a) fhe Grantee shall submit a written invention
report to the Grantor of each subject invention promptly
after cenceot;on or first actual reduct;on to practzce.

(b) Such invention repolt shall be furnished dlrectly
. to the -Grantor in addition to any other requiremesnt undexr
any grant or award fox the submission of progress or I 2
financial reports, and whether or not reference to subject !
- invention has been made in any progress or othexr report
furnished to the Grantor; such report shall include descrip-
ticn of such anent;on, appropriately illustrated by =2
simple skétch or diagram, to permit the invention to be
" understood and evalunted, and such other 1nfor%at10n as

Grantor may requ:&.re°

T T TR AT e SR

(c) “The report shall specify whethex or not Grantee
- intends.to. file a U.S. patent application or any foreéign
patent application on the invention. .Hotice of an election.

not to file a U.S. patent appljcatlon shall be given Grantor

not less than ninety (90) days prlor to the date a statutory.

- bar becomes effectlve. RN
(d) 1f the Grantee specifies that no U.S. patent = 'jﬁg

_ Vappllcatlon will be filed (or having specified that it .
intends to file, thereafter notifies the Grantor to the

_ contraxy), the Grantee shall promptly inform the Grantor
- of the date and ldentlflcatlon of" any known publlcatLOn of U &
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- subject invention made by or known to the Grantee or, where

; *fappl1cable, of any contemplated publication to be made by
. or known to the Grantee, and alsc the date subject invention . :
“or any embodiment thereof was flxst in public use or on 3ale..

~in the United States and shall furnish such other information
(and have executed such documents as provided in VIII(£f) as

- may be requirxed to enable the Grantor to make dlSpOSltlon of .  "

subject invention rlghts)

VI. Adm;nmstratlon OF Inventlons on thch the Grantee _'
Elects to File Patent App¢1catluns R S

_ (a) The Grantee shall requlre aSSlgnm@nt to it of all

. right, title and interest in and to each subject invention on
which it elects to file any patent application for administra-
tion by it in accordance with and subject to the terms and
- conditions herein set forth. Assignments from the inverntor
_to the Grantee under U.S. patent applications shall be

' pronptly obtalned and recorded by the Grantee ln the Unlted

'-shall be furnlshed to the Grantor.

: -{b} The Grantee shall grant to the Government of the

. Umited States a nonexclusive, irrevogable, royaltynfree
license for governmental purpeses and on behalf of any foreign
governmnent, pursuvant to any existing or future treaty or
agreement with the United States under each U.S. oxr foreign

- patent appllcatlon it elects teo file on a subject invention.

- The form of the license to be granted shall be as set forth
in BExhibit "A", 'attached hereto, and by this reference made a
part hereof. Aﬂy license issued by Grantee shall be made
-expressly subject to the llcense to the gGovernment of the

..  Un;ted States.

o .(c)- The Grantee shall administer. those subject inventicns
to which it elects to retain title in the public interest and
shall, except as provided in paragraph (d) below, make them
available through licensing on a nonexclusive, royalty-free

or reasonable royalty basis to quallfled applicants.

: (d)' The Grantee may_llcensa-a subject lnventaon on an
- exclusive basis if it determines that nonexeclusive licensing
will not be effective in bringing such jinventions to the

rcommerclal mﬁrket 1n a satlsfactory Ranner. Exclu51ve licenses

il gl ATl o el e 1 U i RGN L
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" to license on a nonexclusive basis, or where the grantee has
" incentive for development of the invention or where market .

- conditions are such as to require licensing on an exclusive

:”time and such period shall not, unless otherwise approved by

. excesd three years from the date of the first'commercial

 execlusive license, whichever occurs first, provided that the

' -3 judgment. Any extension of the maxirum period of exclusivity

Fevised praft 7/11/68

should be issued only after reasonable efforts have héén'madéi" ffff;§

determined that an exclusive license is necessary as an

basis. Any exclusive license issued by Grantee undex a U.S.
patent or patent application shall be for a limited period of

the Assistant Secretary (Health and Scientific Affairs),

sale in the United States of Awerica of a product or process,
embodying the invention, or eight years from the date of the

‘licensee shall use all reasonable effort to effect intxo-
duction into the commercial market as soon as practicable,
consistent with sound and reasonable business practices and

shall be subject to approval of the Grantor. Upon expiration

" of the periocd of exclusivity or any extension thereof, S ,'émwm”_

licenses shall be offered to all qualified applicants at a

. reascnable royalty rate not in excess of the exclusive
. license royalty rate. . _ o G :

(e) Any license granted by the Grantee to other than
the covernment of the United States under any patent applica- v
tion or patent on a subject imvention shall include adequate B
safeguards against unreasonable royalty and repressive '
practices. Royalties shall not, in any event, be in excess
of normal trade practice% Such license shall also provide
that all sales to the U.S. covernment shall be royalty free.

. ! : . .

(£) If permitted by its patent policies and the terms
of the grant or award under which'an_inventicn is made, the
_ @rantee may shatre royalties received with the inventor(s),

. provided that the Grantee shall not pay the inventor(s) more .
than (1) fifty percent (50%) of the first $3,000 gross. :
royalty paid under the patent, (2) twenty-five percent (25%)
of the gross royalty income between $3,000 and $13,000, and
(3) fifteen percent (153%) of the gross royalty in excess of
'$13,000. The balance of the royalty income after payment of

. expenses incident to_the administration of all inventions

e

S N M b Lot R TS

. “""‘“ ".'- :";'"

assigned to it pursuant to the provisions of this Agreewment
. shall be utilized for the support of educational and research

pursuits. T L
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o (g) All llcenses ;ssued by the Grantee to other thaﬁ '7T if
- the Governmﬁnt of the United States under any patent applica~

. tion or patent on a subject invention shall bhe subject to
. the conditions of this Agreemant and shall specifically
. reserve to Grantor those rlghts SpmGLfLEd in paragyaph RIT
. hereof. The Grantee shall, upon reguest, prowptly furnish
| copies of any license agreemﬁnts entered- 1nto by it to the

' _Departmﬁnt.

"VII. Patent Mapagem@nt Organléatlons

The Grantee shall not assign‘any subject invénﬁicn to parties

- other than the Grantor in circumstances as set forth in this
. agreement except it may assign rights in the invention to a

. nonprofit patent management organization, provided that the
. patent administration agreement between such organization and
Grantee is approved by the Grantor. Any reference to a

crantee in this Agreemsnt shall also include a patent manage- |

‘ment organization when applicable and an assignment to such
an organlzatlon shall be subject to all tha terms and conu;»

e N S N

tions u.q. this Agreement.

-_VIII Patent Appllcatloas

, (a)' Grantee shall promptly furnish Grantor with a copy
of each.U.S. patent application filed in accordance. with this
agreement specifying the filing date and the serial number.
Grantee shall promptly notify Grantor of each foreign patent
application filed, including filing date and serial number,
and shall furnish a copy of each application upon request.

" {(b) Upon fequeSt,rsrantee shall fully advise the
- @Grantor concerning all steps and actions taken during the
prosecution of any patent application covering a subject
invention and shall, upon request, furnish copies of any
“final actions, aﬁendments, ‘petitions, wotions, appeals, or

3 ‘otner papers relatlng to the prosecutlon of said appllcatlon.‘

_ (c) Upon reguest, the Grantee shall promptly furnlsh
to the Grantor an irrevocable power of attorney granting the
right to inspect and make copies cof any patent application

' covering a subject invention or any of the final actions,

amendments, petitions, motions, appeals, or other papers
relating to the prosecution of said applicaticn.

. Eh
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7 (d) The Grantee shall include the following statement
in the first paragraph of the sPec;flcatlon following the
“abstract of any patent appllcat;on f;led on a subject in- -
; ventlon- ' : . L i : .

rmhe invention described herein was made in the course ]7

- of work undexr a grant or award from the Department of
Health Educatlon, and Welfaxe." : : :

(e) The Grantee shall not abandon any U S. pateﬁt

"“appllcatlon filed on a subject invention without first

‘offering to transfer all rights in and to such application.
to the Grantor not less than forty-five (45) days prioxr to
the date a reply to the patent Office action is due. If
“"the Grantox does not request assignwent thhln thirty (30)
days of receipt of this offer, the Grantee may pﬂrmlt the
application to go abandoned,. I :

'(f)  If the Grantee elects to file no patent application
or to. abandon prosecution of a2 U.S. patent application on a

...... T -
subject .l.m.vu-;s.u.uun, "he shall, upon reguest, execute instru-

. ments or reguire the cxecutlon of instruments (preplred by
the Grantor) and such other papers as are deemed necessary
. to vest in the Grantor all right, title and interest in the
~ subject invention to enable the Grantor to apply for dnd
proaecute patent appllcatloﬂs ln any country.

CIX. Inventlon Reports and Certifications ”

' Notwithstanding the'provisions of this Agreeﬁént, the Grantee
shall provide invention reports and certifications as mmy be
. reguired by the terrs of any grant or award.

X. ’Disclo sure and ?ablxcatlon

The Grantee shall not bar or proh1b1t.publlcatlon of dlSm

- closures of inventions on which patent anplzcat*ons th@ been
'flled : : , :

The Grantorsshall have the right to publish and make &is-
‘closure of any information relating to any subject invention,
" whenever deemed to be in the public interest, provided that
upon reguest reasonable opportunity shall be afforded the
Grantee to file U.S. and foreign pateat applications..

. ST——
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'f-Xla Reports on Developmunt and Cons ICLdl USe

The Grantee shall prov;da a wrxtten annual report to the
- Department on or hefore September 30 of each year covering -
the preceding year, ending June 30, regarding the ﬁPvelopﬂ

“ment and commercial use that is being made or intended to be 7

-..made of all subject inventions left for administration by
the Grantee, Such reports shall include information-regard-
ing developnﬁn;,.the date of first commercial sale, gross
-sales by licensees, gross royalties received by the Grantee,
and such other data and lnformatlon as the Departmﬂnt may

-”SFQCLfy. R _ - B

. XII. Addltlonal Llcenues'

(a) The Grantee agrees that if it, or its licensee,
has not.taken effective steps within three years after a
United States patent issues on a subject invention left for
. administration to the Grantee to bring that invention to the
 '90lnt of practical application, and has not made such in-

" wenticn available for licensging royalty~free or on terms that

‘are reasonable in the circumstances, and cannot show cayse
why he should retain all right, title and interest for a

~ further period of time, the Grantor shall have the right to

require (1) assignment of said patent. to the United States,
- as repregented by the Grantor; (2) cancellation of any oukt-
standing exclusive licenses under said patent; or (3) the
granting of licenses under said patent to an appllcant on a
nonexclusive, royaltwaree basis or on terms that are
: reasonable in the circumstances.
i .

(k) The Grantor reserves the right to license or to
‘require . the chGnSLHg of other persons under any U.S. patﬁnt
or U.S8. patent application filed by the Grantee on a subject
invention on a royalty-free basis or on terms that are

. reasonable in the circumstances, upon a determination by

 the aAssistant Secretary (Health and Scientific Affairs) that
. the invention is required for public use by governmental
' regulations, that the public health, safety, or welfare
requires the issuance of such licensgdg s}, or that the public
~ interest would otherwise suffer unless. such license(s) were
_ granted._ the Grantee and its licensees shall be given
written notice of any propos sed determination pursuant to

thlS subparaqraph not less than thlrty (30) days prlor to .

IR
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" the effective date of such determination, and that if

" requested, shall be granted a hearing before the detex-.

" ‘mination is issued and otherwise made. effective. -

:  XIII; ;nvantions by Federal Emplovees o

=Eatwithsﬁanding any provision contained in this Agreement,"' |
- inventions made by Federal employees, or by Federal employees

- jointly with others, shall be subject to dispogition under

- -provisions of Executive orders, Governmental and Department
.- Regulations applicable to Federal employees. R e N

" %IV. Termination

,This Agreemeﬁt'may be,tafminated by either_party for

- convenience upon thirty (30) days written notice. Disposi=-

tion of rights in, and administration of inventions made
under grants or awards entered into.during and subjecﬁ to
' this Agreement will not be affected by such a termination
' except that in the event the Department terminates this

- ngreement because of a failure or refusal by Grantee to

comply with its obligations undex articles V ox VI of this
Agreexent, the Department shall have the right to require
. that the Grantee's entire right, title and interest in and

to the particular invention with respect to which the breach

occurred be assigned to the United States of Awerica, as
represented by the Secretary of the Department of Health,
Education, and Welfare. - . S

XV. Limitationj.

§

It is agreed'ana-understood that this Agreement shall not

apply to any grants or awards issued under statutes containm'

. ing requirements for disposition of invention rights with

_which the provisions of this Agreement are inconsistent. It

is further agreed that any constituent agency of the Dspart-

ment of Health, Education, and Welfare ray, with the approval'-fﬁ?'

of the Assistant Secretary (Health and scientific Affairs),
provide as a condition of any grant or award that this.
Agreement shall not apply thereto. It ig also agreed that

any constituent agency of the Department of Health, Education,
and Welfare may provide, subject to approval by the assistant
_ Secretary (Health and Scientific Affairs), that this agreexent

-

shall apply to specific research contracts.
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. guly 11, 1968

. ‘of any foreign government pursuant to any existing or future

' LICENSE TO THE UNITED STATES GOVERNMENT

. WHEREAS, S e L e
| SRR ~ (Inventor) R -

. has ihvented _
and filed a patent

(Invention) o S . .
application thereon in _ N S -,
R ' I _ (Country) ' - -
" bearing Serial No. - ‘ . flllng date ;

and

WHER,AS the lnventlon was made in the aourqe of research
. supported by grant(s) from the Department of Health Educatzon,
and Welfare and . S .

WHEREAS the united States Government is entlt]ed to certain
~ ‘rights in and to sald invention anhd application by reason of
_ the terms of said grant(s):; and .

WHERBAS, ‘the : C o : : T R L %-
' B (In@tltutlen) - |
herelnafter called the “Licensor® has acquzred by assignment
© from the inventor the entire right, title, and interest of
the inventor to such invention; ' P

NOW, THEREFORE:
1. The Licensor, in coﬂsi&eration'of the premises and other
- good and valuable consideration, hereby grants and coaveys to
"+ the United States Government a royalty-~free, nonaxclusive and
 irrevocable license for governmental nurposes and on behalf

- treaty or agreement with the United States under the aforesaid
patent application and any and all divisions or continuations,
and in any and all patents. or reissues which may be granted _
thereon ‘during the full term ox terms thereof.  As used herein,
*governmental purpoge” means the right of the Government of

the United States (including any agency thereof, state or
domestic municipal government) to practice and have pr;ctlced
(made or have made, used or ‘have used, socld or have sold) -
throughout the wmrld by or on h%half of the Govexnmmnt of the

Unxted States.

T




”apnllbaiwopc or paitents tncruon,

-'3.f,-Tha Licex or ogre s th
Cestopped at any tim2 to conte
.-scope of, or title to, any paton or patent application .- -
“herein liéeﬂ sed. ' : e e

mxurezz tar

VTWCQﬁHOl cowenantv and warrants thTL hu has the -
grant the foregoling ‘license, and ‘that ;ny'agsxgp~z h
nt which he may make of the invention or the said patent

uhqll e}prcssly bc ma&e‘

 sub3ac_ to tb1 11Cﬁn5“ R ST

2t tno covarnﬁﬂnb sthl not bn
st tnﬁ enforceability, va1301ty,

- ot ) (S"gnclbu.‘ e;
: (Pr:nt or type nemu) :
pate o - R T . _
- . T (official pltle) '
CERTIPICATE
. I’ u'____' . . . - S e _____' C if}?
Cthat Tem the ___ e C
of the Ins txtuuuv1 nenad as Licensox ho1“n1- that
_ o P L _;_;;Té“;;;w_, vho eignzd this
License on pshalf of the Tnstitetion d8 . o
“of said Instituticen; =nd that sald Licenss Was duly signed-
for and in bchalf of enid Ingtitutio n by zuthority of its
__governing body, & and is Wi ithin tha scops of ite corporabu
POTIQLS . :
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“gune 18, 1968

M RbO'{.r‘ 3 FOR DHEW <
ms"mme \L PATENY AGREFMENIS

,:fRequmq,k for DHH” Ins'i‘utional-P atent Ajlb ements sh
. addressed- to the Assistant Secretary (Health and Scientific
ici wmtion to enable

L pffairs) and °HOUL6];r0v1G_ sufficient inform ‘

”}fa thorough evaluation of the granteu's estohlished pollc1ee
and procedures for the adminis stration of inventions arising

- “oult of research conducted at the JnStithTO“. such reguests

'1ﬂ]¢houjd gvﬂﬂfﬁ1ly lnhluﬂ“ the folloming Jnjormatlon.'

L 7-—:,__
> K B

'1Q1,v” A copy of thﬁ Lnstltutlon‘ formql patenb poltcy.

2.,  Name and thle of ins jLULJOQal of. £1c a1 responsible
 f0f:aOmlnﬁu__¢uth of patent and lnveﬂt1on matters '

’ .

‘3.;' A oascriptjon of the lRQLlLDLIOH'” p‘OCCuuftS for
jidentifying and reporting lnv 1t1019 and Lor f‘]Jnj

'~paL9PL ap plications.

i

| - : : - ' ' ' : >

K 4. A copy of the form Of agreer ment reﬁu1te& to b smcﬂEx' o e b
! by faculty and other employces of the institution N ) pond
! _ &
i " enGaﬁ3Q in reuwarch. : ST I ¥ @{§§9,;

-
S - T A copy of the invention rawurt form or ou;iln utdl
P . 'for pr»p “Lﬂoq of anaﬂuTOl reyoqu at the instit

- il .;
_'thDS, guch mS Research corporation, e i Mo
‘“Cornorat1cn ‘and other similar organizations. copieg of é ?
iany agreenants in effect should bz cnclosad. ' Y
! ' : ' ' I i
S _ e _ o o i
7. 2 general desoription of the institution’s past patent Liio o HE
. . . s s e . . I
licensing actlvitles, including the followin A §§
. . R SR ¢ VA 116
a) Number of patents obiained dﬁring the past ten years; .
“p)  Number of exclusive licens2s issuad; ¥ '
¢} Number of nonexclusive licenses issue ed;”
&) Estimated ¢gross royzlty incowa over past ten ye cors;”
e) A general description of royalties charge 6, including =
- mlnlmum dn& raX I rO}L1ty rates. ' T
a it
" P .\\'.i . el L o R
- - E._ _- i



