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April 5, 1967

Professor William H. Young
Agsistant to President

The University of Wisconsin
210G North Hall _
Madison, Wisconsin 33706

Dear Bill:

I have now revised the proposed institutional agreement in the light
of our discussions on Monday and 2 copy is enclosed for review. @B
- you have suggested [ have made the language of Section 8 much stronger
- but I am not sure the Unwersity would eabscribe to the language as
- revised.

Will you please make whatever changes you feel are necessary and
then if you wish we can again discuss the petition. Also, we are
willing to prepare a letter to accompany the petition indicating
WARF's agreement to the additional limitations recited in item 7.

Very truly yours,

Howard W. Bremer
Patent Counsel

HWR:rw
Enc.
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" PETITION

The Univefsity of Wisconsin, situated at Madison, Wisconsin, -
ll.lereby petitidns the Department of Health, Education and Welfare to
enter into an agreement with the Universitylu'nder the authority vested
in fhé Department by Section 8. 1(b) of the Regulatioﬁs and Proéedures of
the Department of_.Heaith, Education and Welfare, whereby the ownership .
and disposition of all rights in inventions arising as the result of or under -
'_ahy grants, contracts, fellowships or other awards to the Regents of the
: -.‘_University of Wisconsin and/or the 'Univ_ersity of Wisconsin shall be left
.' - with the University for: administrai_:ion.. | N |
Pursuant to and in éupport of the foregoing request petitionér
: é_llle_ges: | | |
1. : That the University of Wisconsin is in receipt of substantial
_. : funds from the Department of Health, Educatién and Welfare
in the form of research-grants_and. contracts, fellowships and
B other awards;
' 2 That the Univers_ity of Wisconsin is fully cognizant that all such
research grants and contracts, .fellowships and other avards |
: are accepted by the University under the i'mposition of conditi_ons.
. governing the assignment and Jor other disposition of rights to |
inventions which 'may i)e conbeived aﬁd Jor reduced to practice
_ :__”du'ring_ the course of investigative work supported by such funds :
Cor 'wher.e_ such :c:Q_nceptic:)n'gnd /of__rédu_’ction to ?ractice-_has been

- assisted by such funds;




- conditions which accompany or are made a part of any such

.. and to this end apprises its investigators who are recipients

. of any such funds of the terms and conditions attaching to

“inventions and has no facilities or staff for doing so, it has

" and maintains a close relationship with the Wisconsin Alumni

-~ for many years provided the avenue for evaluaring, patenting

- ‘arising from grants and contracts, fellowships and other

That the University of Wisconsin at all times assumes the

| responsibility for the fulfillment of any and all terms and

-research grants and contracts, fellowships or other awards |

the conception and/or reduction to practice of which are made
with or assisted by such funds;
' _.That'although the University of Wisconsin does not engage in

- the evaluation and subsequent patenting and licensing of

~ which engagés in the evaluation, patenting and licensing of

and licensing inventions originating with University of
Wisconsin personnel for the benefit of the University and

the public;
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‘such funds and of the obligation to report any and all inventions- ”

Research Foundation, a corporation not-for-private-profit

organized and existing under the laws of the State of Wisconsin,

inventions which are voluntarily brought to it, and has in fact

That the Wisconsin Alumni Research Foundation recognizes

. the presence of substantial monies in the University community
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' _'awards from agencies of the Federal Government and of the
| obligations which the University has with respect to inventions
~ conceived and /or reduced to practice under or with fhe
| ._a.ssis_tance of such monies, and to this end the University
~ of Wisconsin and the Wisconsin Alumni Research Foundation
" have entered into an agreement yecognizing the existing
' obligat-ions which the University has to the funding agency
‘and prescribing the conditions under which the Wisconsin
7. Alumni Research Foundation will pxoceed with the evaluation
~ and subsequent patenting aﬁd iigensing of any inventions
voluntarily brought to it by the investigator. (A éopy of the
_ University-WARF agreement is attached to this petition as
- Appendix A.) | |
. That under an institutional agreement with tﬁe Department
of Heélth, Education and Welfare.the University will expect
. that the investigator who has made an invention with the use
. of Department of Health, Education and Welfare funds and
i believes that .patenting and_licensing is essential to bring
the invention more_rapidly to the benefit of the publlic will
| take such_ihvention to_the Wisconsin Alumni Résearch
; Foundation_ 'fo.j; g?_alu_ati_ox_i_, ‘_pat_enting and 1i¢ensing of the

~_invention;. . = e
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.~ That based upon its past experiences in petitioning the

s Department of Health, Education and Welfare jointly with

i : the University of Wisconsin for a determination for the
2 disposition of .inventions under Section 8.2 of the Regulations j
~and Procedures of the Department of Health, Education and
- Welfare, the Wisconsin Alumni Research Foundation has
-agreed that it in addition to the limitations imposed upon .
.:it by the terms and provisions of the agreement in Appendix A : ..

it will voluntarily accept and be bound by additional provisions i

- including:

a.. A provision for the submission of reports to the
Department when requested by the Department relating

" to the progress of the invention;

| - b -A provision limiting the exclusivity period of any

licensing arrangement when such licensing is necessary
to bring the invention into public use;
| C. A provision authorizing the Government to require the
.'grantingrof nonexCIUSive, ro_yalfy-free licenses where,
éfter a prescribed period (normally 3 years after the patent
- issues) efforts to bring the invenfion to the point of
o § practical application have been'ugSucc_essful, or for other-
_.,:‘._.-:.reas_ogs inconsistent with legit.i_rﬁ’ate_'_e_ffoft_s to brring the

“invention into public use;
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d A prov'isio.ﬁ for the Govern.me.nt te acquire anon-
- exclusive, royalty-free,- irrevocable license for -
gever_nmental purposes and further providing that -
..all .sales.to the Governfnent' be royalty-free.
g 8 .iThat in the method of requestmg determmatlons under
".'Sectlon 8. 2(b) of the Regulations of the Department of Health,:_‘
) Education and Welfare on a "case by case'” basis, which ..
.' method has been repeafedly employed by the University,
the University has encountered extensive unexplainable
_‘: delays, inde_cisiveness, multiple personnel changes, and
"_E_'conflicts of interest and personalities in the Department;
all of which have materially contributed to an inordinate
'. ‘waste of time, money and effort, commodities which the
- University and the Department can ill afford to waste,
and which are defeating of the‘ basie goal of the Department "
of bringing an invention into public us'e within the shortest
possible time. | |
Wherefore the Umversuy of Wisconsin pra.ys that thlS petition -

for an 1nst1tut10na1 agreement be. granted




