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January 23, 196%

Professor William H. Young

Asgistant to the President for
Patent Affairs

The University of Wisconsin

210 North Hall

Madison, Wisconsin 33706

- Dear BRill:

Enclosed you will find two copies of the proposed pamphlet in draft
form including the appendicies. I understand that you will discuss
these with Reuben and that prior to printing we will be supplied with
the appropriate form numbers for the appendices:.

There are a couple of suggestions which I do have. The first of these
is to give consideration to deleting from the title the material which
you read to me over the telephone; namely, "And The Institutional
Agreement With The Department of Health, Education and Welfare."
The institutional agreement itself is not enclosed and, therefore,

this language might be a bit misleading. Also, the broader title would
seem to cover all situations as outlined in the text of the draft. The
second suggestion has to do with the title of Appendix A which has in
the present draft been termed "Certificate of Compliance."” We feel
that perhaps "Compliance Agreement” would be a more appropriate
title. - :

-~ .Very truly yours,

Howard W. Bremer
Patent Counsel

HWRB:rw
Enc.




VISPOSITION OF

e INVENTIONS AND PATENTS
AT THE UNIVERSITY OF WISCONSIN
The Inst1tut1ona1 Agreement

' - With T
The Department of Health Educatzon and Welfare n

In an 1nst1tut1on such as the Umversu:y of Wtsconsm, where o

L creatwmy isa maJor mgredlent of research new processes dev1c:es, '

N 'products ancl comp051t10ns are often found lt is our purpose here to

e _state for Umversu:y faculty and staff what the1r respon31b111tles prtv1— f

= '-leges and optlons are When they have made such an 1nventton or

- dlscovery




Htstortcally, the Umversuy of Wtsconsm has never clatmed

:___:_that 1t has propr1etary rtghts in any 1nvent1on generated at the Urnv»&n:smy -
In the absence of contractual prOV1s1ons obhgatmg the transfer of all or
- _some proprtetary I'lghts m such an 1nvent10n toa thtrd party, the 1nventor"‘ S

'- at the Umversuy of Wlsconsm has been free to dtspose of hlS rlghts in the-i_ -

e ..'__:manner of hts own choosmg

L Wlthtn the past decade, however, the alternattves avatlable to
"['mventors recelvmg ftnanmal support from Federal agencres and from the o

B ma]or nattonal health and medtcal foundattons have in general been 7 o

fsharply curtatled Some Federal agenc:tes requtre ass1gnrnent of all -

Tl nghts to tnventtons to the government some requtre only the granttng

o of a royalty free l1cense to the governtnent When it practtces the inven-
. ':_.tton Between these poles the agen01es vary in their requtrements The
Nattonal Scrence Foundatton (NSF), for example reserves for 1tself the
- nght to determtne the dlSpOSltlon of 1nventtons made or concerved w1th
: '-:'I:';.the ass15tance of NSF funds On the other hancl the Nattonal Aeronautlcs e
and Space Agency (NASA) in general practtce takes tttle to all inventions :

o ,":-'_made m'c_onnectton with its grants or contracts.

In every case the Untversn:y, .as. the rec1p1ent of the grant or
"contract has the prtmary responsﬁnhty for complymg W1th the agenc1es

e contractual prOVlSlOIlS. Consequently, it has become necessary for the _




B '-'_.rUmversny to sC ruttmze wrth care the fundl.ng Wthh has assrsted the :
o makmg of the 1nvent10n to be sure that all of the obhgattons attachmg

'to the contract or grant have been mmet.

Instttuttonal Agreement

In the tnterests of expandtng the pubhc use of 1nvent10ns

B supported by government grants one Federal agency, the Department

| of Health Educatlon and We]fare (DHEW) has changed the procedure
EE for handlmg 1nvent10ns generated at the Unwersrty of Wtsconsm w1th the
assrstance of DI-—IEW funds The DHE‘.W and the Board of Regents of the
:. _Umversrty of Wtsconsm have entered mto an "Instltutlonal Agreernent

_' :._ Whlch affords Umversu:y inventors greater 1at1tude and advantages than -

"m the past and presc rlbes how 1nventtons resultrng from DHEW- supported

- research at the Unwersrty are to be rout1ne1y reported and processed
| The promsrons of the Agreernent apply equally to all personnel whether

b staff faculty or graduate students ass1sted by DHEW funds

The Agreement Wthh becarne effecttve Decernber 1, 1968
makes 1t poss1b1e for the Umversrty to accept assrgnment of these 1nven- |

' tions or to demgnate a nonprofrt patent rnanagement organrzatlon to act

. the _requlrements_- and-cr1ter1a estab_hshed by _the\ _DI-I_E‘.W, and provrded

' for itina patent management capacrty, provrded such’ 01‘0'8.1‘1128.1:101‘1 meets -




8 _:-:'-.f.also that these functlons are carrled out w1th1n the guldehnes of the

SO Inst1tut10na1 Agreement Inasmuch as the Un1vers1ty 1tself is not in a

E -posmon to prov1de patent management servmes, it has W1th the approval

3 '_-' (WARF) to perform these functtons in its behalf WARF has admmts-. b

: ';of the DHEW de51gnated the Wtsconsm Alumm Research Foundatton

R ;" 'tered patents voluntarlly a551gned to it by Un1vers1ty of W1scons1n 1nven— .

: f'_tors since 1925 and has the necessary expertence personnel and fac111t1es ;

e to dlscharge these spec1a1 responsﬂnhttes

Under the terms of the Agreement all members of the Unwer51ty '

| ) staff and faculty or graduate students Whose Work 1s suppoxted wholly or: .

(Form _ Appendtx A p. ) All such personnel whose 1nvent10ns |
': . 'ernanate from research under grants made by the DHEW may, after havmg
- com‘phed w1th the ,Unlversu:y S _est_abhshed reporting procedure, choose
ettheroftwooptlons o | e |
. o Optton 1. ..H-e. maj,r subrmt the invention to WA‘RF ..\tvhich .' : |
l.wrll thoroughly examine the invention and will, when it | L
i | _constders such actlon is warranted m the pubhc mterest
._ _.'accept assrgnment of the mventton prepare and f11e patent _
-'_.apphcatlons and thereafter exerc1se its best Judcrment o
) .-.-.:".bring the invention quickly and effectively into pubhc-use.
: In keepmg w1th its trad1t10na1 pohc1es WARF W111 pay the
ﬁ_ _lmventor annually 15% of the net royaltles earned hy h1s .: |

S "tnventlon




= : the mventlon not be patented and normally such recommendatlon WLll

r_sub]ect to review by the Dean Busmess Offlce and the Central Admlms—'.

e '='_;-adm1mstrat1on requtres that all mventtons emanatmg from the Umversrty

- Optlon 2'

He rnay ass1g‘n the mvention to the o

__Federal govemment to dtspose of as 1t sees f1t

-ﬁ;‘f Although the mventor may, 1f he chooses recommend that

preva11 the fmal dec1s1on m thrs regard W111 be made by the government'. -
DlSpOSlthI‘l of all mvenuons generated at the Umversrty whrch : '
o -_are not covered by the Inst1tut10na1 Agreement W111 as in the past be .

.'tratlon to. determme if any obhgatlons exist in connection with and as the" o

| result of the fundmg of the research Ieadmg to the mventmn

Procedure for Reportmg an Inventron

The UnlverSIty has no wrsh to mﬂuence 1nvest1gators recrard-
.mg the dlSpOSlthIl of thetr d1scover1es or 1nvent10ns except where the
'7 Umversuy has an obh'gatton as the result of bemg a s1gnat0ry to a con- |
| -"tractual arrangement Wthh has a reIatxon to the drscovery or mvennon

: In order to assure that its obhgat1ons are sc:ri.l};)ulot.lslyr met, the Umverswy'

Cof Wrsconsm regardless of the source of research support be reported

i a prescrlbed manner in order that they may be fully e‘cammed and a '

- determmauon made. w1th reference to any proprletary 1nterest in them and

. 'to their dlsposmon




- Wheﬂ any member of the Un1ver51ty staff makes a d1scovery
‘) or mvennon m pursuance of hlS Umversxty duttes or on Unwers:.ty
: premtses or Wlth Unwer51ty supphes or equ1pment he is requtred to

:Z'ﬂreport the fact to the Dean of hlS college on the approprtate form

:._vesttgator has any obhgatlon to aSSLgn rtghts to such dlscovertes or
: }* _.mventlons to any thlrd party In part1cu1ar, the Dean WLH be expected
: to make a Judgment on the relatton of the reported dtscovery or mvenuon _ -

S to th_e purpose of any_ res_e‘arch grant_ o_r.cont__ract that may be 1_nvolve_d. :

The Dean W111 referthe 1hvent10n to lthe Umverstty Bus.mess

' _:_‘Offtc:e for review of the fmancmg of the SC1ent1flc mvesttgatlon leadmg
"":to the dlscovery or mvent1on Upon completton of the Dean' s review .and_

| the B},lsmess Offlce s analysn_s the Central Admtmstrauon of the Umversu:y.

3 .Wlll have the responmbrhty for determmmg 1f an obhgatton to-a grantor

o _does ex1st and to msure that any such obhgatlons are fully met

Unrestru:ted Inventtons

When after rev1ew by the Dean and the Busmess Offlce 1t ha_s '
3 .been determmed that no thtrd party is contractually entttled to control

'(_)v_er the ptoprletary rtghts in the -.1r_1ventton,- the.mventor will be so adv1s__ed S

(Inventton Record and Report Form No ' Appendtx B p '. .' ). St

T he Dean has the responmbdtty for ]udgmg Whether the in- 5




fand w111 be free to dispose of hlS invention. accorchnor to hIS own

d13cret10n Practically speaking, any one of three options is available

_“f_f'?to him

Option 1 He may, ot hlS own nntlative
;obtain patents on hiS invention and thereafter admuns- ‘
""ter dlspose of or license such patents in whatever - )

manner seems to hirn to be approprlate

Option 2 | He may assign the 1nvent10n to the
"-;'-:Wlsconsm Alumni Research Foundation or to any other:
- -patent management orgamzation for determination of
; 7 patentabihty and potential pubhc use and for admims- -

tration of any patents obtained

- Option 3 iie .majr—'d'edi'cate the .Iinventio.'n to the
pubhc by pubhshlng h1s findings and takmg no legal
| ) aCtIOIl (In the United States 1f a patent apphcation
B has not been f11ed on an 1nvent10n within one year after )
-"‘_'-'__-_such pubhcation, the invention is considered to be in
'”the pubhc domain and there is a statutory bar against -

o 'obtaining a patent on the 1nvent10n )




: advantages and consequences of these three opttons in terms of Wthh

"“matters Regardless of the opt1on he may elect the mventor 1s free
"'7".mdeed urged to estabhsh hlS sc1ent1f1c prtortttes throucrh pubhcatton

':::_ of h1s research results

What 1s an Inventton‘?

Inventlons fall mto etther of two general classnflcatlons -
'those that are patentable under law and those that are not Netther
. the courts nor the Iemcographers have sattsfactorlly defmec} patent—

>

| 'abthty, though some useful gutdehnes have been suggeSted A conc1se

- staternent about patentablhty appears in the ]ournal of the Patent Offtce

7:_:_.150016tY (V L, No. 7, p. 456 ]uly 1968)

P _The general criteria of patentabthty are that the
. invention or dtscovery be either a distinct new
" . variety of plant. . .; or a new and ornamental
-~ design for an article of manufacture. . ; Ora
.- -new and useful process, machine, manufacture
- or composition of matter, or any new and useful
_ improvement thereof.  The difference between the
- subject matter sought to be patented and the prior
art must be such that the subject matter of the
‘former taken as a whole would not have been
obvious at the time the invention was made to a
.- person having ordinary skill in the art to Whlch the
B 'SU.b_]SCT. matter pertams :

It 1s suggested that the mventor thoroughly Wewh the relattve SR R

-.':Wlll most hkely result in early pubhc use and greater pubhc advantage |

'The WARF staff is ava11ab1e for consultatton with the mventor on these .

R




Whether an 1nvent10n or dxscovery 1s patentable may best

'-be ]udged by those expertenced 1n patent law and often requtres pams- ‘

,to Wthh the mventlon belongs ' :f e

If the re is doubt as to patentablhty and utthty, expert opmlon :_ -
'(L1censmg and Development D1v1s1on) is prepared to assxst any Um-
S _"'di'scov_ery contains patentable subject matter.

.. Wisconsgin Alumni Research Foundation

__ __IriaSmuch as the Wisconsin Alumni Research Foundation has -

. Iong been active in providing technical consultation and se'rvic:es to

Un1vers1ty of Wisconsin mventors and is now the Umversxty s offtc:tal

patent management des1gnee under the Umver51ty DHEW Instltuttonal '

" . - Agreement some background mforrnatmn o1 WARF and its relattonshtp'

- to the Umversu:y and its inventors is relevant
" The Foundation is a not—for—private-profit o-rg'anization in--
corporated in the State of Wlsconsm and is separate and dlStlIlCt from

the Umversuy Tt has admmtster_ecl NUMEeTrous mventlon's. ortg_mattng_at :

7‘.-_-:;'Vtak1ng study of 1ts relattonshtp to the pre e'astmg knowledge in the art 5

_'j'j.'::should be sought promptly The WlSCOIlSln Alumm ResearCh Foundatton_f7_-,::""." -

-':"__-_ve_rs1ty. mventor- in helpmg h_1m to judge -Whether or not the 1nvent10n_. or .




the Unwersu:y of W1sconsm smce 1925 when 1t recewed asmgnment

'_of the Harry Steenbock mvenuons and patent apphcatlons relatmg to

S "";Ethe productlon of vn:amm D by means. of ultra vxolet 1rrad1atlon Other-

: ::-_'.'[ mvenuons WARF has manacred in behalf of Un1vers1ty of Wlsconsm m-

Vventors are the anucoagulant compounds D1cumar01 and Warfarm bor.h

‘from the laboratorles of Karl Paul Lmk the 11fe savmg ]av1d Settlage _jf_ E

: -formulatton for reducmg mtracramal pressure m cases mvolvmg

o ;cerebral trauma Rayrnond G Herb s vacuum purnps, an a1r suspens1on '

" "process mvented by Dale E Wurster for coatmg small part1cles 0. ]
_Attoe s slow release fertlllzer packet C A Emstrom S drrect acu:h- |

‘. ‘,_ncatl_or p‘ . s for rnanuf cturing cotta,cre cheese James Asphn S so1l

"._gx;i_nder_ﬁand many ot'hlers.. | | B

All of WARF 8 net royarttes from mvenuons except the 15%' e
mventor s share and net income frorn VaILOUS other sources mcludmg_';

o 1ts mvestments program is glven annually to the Umversny of Wtsconsm

T to support research pro;ects solely of the Umver51ty S choosmg Althoucrh.-

B Ithe emphas1s of WARF grants has been placed on research in the natural

S sc:1ences all d1sc1p11nes 1nc1udmg the SOCla]. 501ences and humanttles

__have part1c1pated in such grants "The Umverslty has also allocated
' WARF funds to pl‘OJ ects in branches of the stateWLde Umvers1ty system

_ other than the Madts on campus.




In addmon to prowdmg grants for research and for a number

of Professorshtps WARF has gtven funds to the Untversny for obtammg

mgs and bu11d1ng addtttons WARF 1s also a source of seed" money

t’major research eqmpment and for helpmg to construct 17 campus butld—.r - | B

'.'_l'.Whlch has ass1sted prormsmg researchers and spec1a1 prOJects when . L

e thetr 1nvest1gat10ns are too nebulous to attract fmancwl support from L

55 ._-fﬂ-Federal or State agencres or from prwate donors One example is the' S

o ;'___A_.,:Insntute for Enzyme Research Wh}.Ch was launched w1th a WARF grant

S for 'the.coristrucuon of the Instt_tute butl_dmg_. .

R rDurtng its frrst 40 years of ser\trce to the Umversuj of

x Wlsconsm WARF has gtven the Umvers1ty apprommately $49 000, 000_1
m grants butlchngs and equtpment In the- same 40:year pert_od, its |

' annual- gr_ant_s_have grOWn _from $1, 200 to..more_ than $__3-,-000, OO_O.-V
i 'Consider‘lihg ._the nature and e};teht of its Ser\t_ic'es .._both in the"
L méﬁag:emeht -_of patents '.for'th_e Unive_rs_ity'_s'inverators-_ and as. a_.maj:or ‘ |
| 'dzon'or.:to' the University;si reSear_ch arld educat‘ional prograths the | .

JWISCOIISU.‘I Alumm Research Foundanon 1s a unique and valued agency .

for the Unwersuy of Wtsconsm and one of 1tS ‘more essentl.al arms.

__ fjarm:a_ry.zl', 196é




APPENDIX A

CERTIFICATE OF COMPLIANCE

In consideration of my employment by the Regents of The
University of Wisconsin in connection with work which has been con-
ducted or may hereafter be conducted in the performance of a grant
made by the United States Department of Health, Education, and Welfare,
Public Health Service, National Institutes of Health (hereinafter referred

to-as the Grantor), identified as Grant No. , and

any continuation or supplement thereto, to The Regents of The Univer-
sity of Wisconsin (hereinafter referred to as the University), and in
accordance with the terms of said grant I hereby agree to refer promptly
to The University (Office of Vice President for Business Affairs) any
personally conceived discoveries or inventions arising out of the work
aided by the above grant in orde.r that the University may report the
matter to the Grantor (Division of Research Grants, Public Health
Service) for disposition in accordance with its established policies and
procedures and I hereby agree to cooperate with the Grantor or the
University's designee in the preparation and prosecution of any patent
applications relating to such inventions and to execute all documents
necessary or incidental to such applications and the vesting of all rights
to such inventions in the Grantor or the University's deslignee.

IN WITNESS WHEREOF, I have hereunto set my hand this

day of ' s 19__
WITNESS: Signed:

Univ. Wis. Return to Gifts & Grants
Form No. Aot te—ie s -




APPENDIX B

INVENTION RECORD AND REPOR'T

Compiler Date

1. Brief descriptive title:

2. Full name of inventor(s), home address(es), and position(s):

3. Identity of Federal agency grant(s) or award(s) contributing to
invention and amount(s):

4. Recommendation of inventor(s) as to whether patent protection
should be sought:

5. Object or results to be achieved by the practice of this invention:

6. OQOutline of means discovered for achieving above objects in terms
of (a) the steps in a process, or (b) the components in a composition
or groups in a chemical compound (include description of process of
making) or (c) elements in a machine, article or device. Point out
means which are essential, others which are important or useful and
any critical limitations on any of these:

Univ. Wis.-WARF
Form No.
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7. Chronology of principal events in conception and development:

(a) Earliest conception date (reference to substantiating evidence
desirable):

(b) Date of disclosure (orally or in writing) to other persons and
names of such persons:

(c) First written record pertinent to invention:

(d) Date and result of first test of the invention (if invention is
(a) a process, its first test is the first successful trial; if
(b) a composition of matter or a compound or (c¢) a machine,
article or device, its first test is its first creation and eval-
uation with respect to new or improved properties or behavior):

8. Date and place (e.g. particular periodical} of publication of disclosure
of invention (whether publication has been accomplished or is projected):

The following two items may be completed at the option of the complier:

9. Background of published information and practice in the field of the
invention (known practices, periodical citations, pateats, etc.):

Univ. Wis., -WART
Form No,
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10. TFeatures embodied in this invention which would not have been
obvious to or readily foreseeable by the typical skilled worker in
the field:

Signature of Compiler

Signature of Inventors Date Witness to Inventor's Signature

Univ. Wis. -WARF
Form No.




