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Dewnr Bill:
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The wording foz th@ proposed y@l&&g iz believeld te be sabigucus
‘Bnd invites completely sublaective determination of tha disposition
ef sn invention., Specificelly, the words "in comechion with” in
the @@mﬁ&m@ of the @?ﬁ@ﬁﬁ@ﬁ policy ﬁﬁaﬁﬁm&mﬁ which reads -

‘Whﬁ@@?@m mmy invention or ﬁi%ﬁ%@%ﬂ? is made or wﬂm@@xw&ﬁ
by the grantee or ite ewployees in the course of, in
connection with, or under the terns of this grant, the
GERANERE = = =%

is & prime mﬁﬁ@xﬁhﬁﬁar te the ambigulity of the statenent.

It iz believed ﬁi@ﬁiﬁiwﬁﬁt that ¢his payticular iﬁﬂ%ﬁ&gﬁ; nmuely .,
*in connectlion with , is ebsent from the President ‘s semorandum on
goveriment patand y@&i@y dated Ootober 10, 1863. o2 pesge 3 of the
?ﬁ@ﬁmﬁ@ﬁﬁ’% mﬁmﬁxﬁﬁﬁﬁm the fellowing iaﬁ@mag@ BOpSATS

v o ow Lhis govermment shall newwally soguire o z%&afv@ the
right to aoguive the @ﬁa&@iﬁai,wz exelusive rights throughout
the world in and to any inventions m&ﬁaﬂ@mwﬁkaﬁﬁﬁmggﬁpmﬁ_@r :
Lﬁ*@?_%@@hﬁﬁﬁﬁﬁﬁﬁﬁs {underliining added). '

xa gan be seén that &hi@ language is reflected in the mﬁ@%@%@ﬁ patent
' pﬁliﬂy statement of ¥IP but that novhers doss the President’s menoe

'@x acguired on any inventions made "in conpection wiﬁﬁ” %h@ conbract
{or gxamt}» _ . . .

e proposed pelisy., unless aﬁ%&@&m&x&&&y mmgiﬁmﬁ@tﬁﬁ‘%y additional
regulations, dees not draw any ﬁ@i@&&xﬁ@ﬁ relative Lo the language
in question fors

andur direct o suggest thabt principal oy emclusive rights be resezved




professer william B. Youny - - Y gawwazy 13, 1864

1. It does oot beke into aceount the eguities in z situstion
whars the questionsd language could be spolied.

Z. fo diztisetion is amade as to whether an invention made
“in cownection with® & gyant was made befere or after t&@
@ffective date of the grank.

3. Ho distinction is nede as to whether the term “in coonection
with" encompasses inventiong coneeived andlor reduced to
pravhbice during the term of the grant whethey or aut the
Invention was in the general subleut aatber aves of the

grant as defined by the grant itself.

4., Fo distincitien is made a9 to whethey an invention nmads “in
gotnegtion with”™ & grant was made with the grant fund.

%, ZIb iz possible that s were verbal communication betwesn an
smploves of the grantee opersting under the grant and an
esploves of the grantee not cpersting uwnder the grant which

Ccomnmicetion lesds or contributes o an ipvention outside
of the subiect satter zrea of the grant would be sufficient
o bring that invention wndery the right of determination
,%&ﬁﬁ%ﬁﬁxﬁf ﬁh@ %ﬁ@@%lﬁ%@ﬁ i@ﬁ@%&%@«

Et is rﬁm&&ﬁ%& that the gensral policy statement may be subseguently
implenented by regulations which could set adequate guidelines and
definitions for what aay or may nobt be within the ares in which the
W could exercise its vight of determination. Bowever, the meve
presence of the leanguage “in connsctlon with” establishes s greaber
inceative for nol voiging such guidelines and for eztending the
scope of the clvounstances under which the HEF would feel that it
eould make s determdnation. This lenguage should, thevefore, not
go wnchalilenged, - : o ' '

Very touly vours,

Howard W. Bremer
Patent Counsel
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