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April 7, 1978

Dear SUPA Member:

So as to keep you fully informed of present and cogent develop
ments regarding Federal patent policy which can have a serious
impact upon the function of the university sector in transferring
technology for the public benefit you will find attached several
items which should command your interest and attention.

The first of these items is a notification of new regulations issued
by the General Services Administration which permit all Federal
Agencies, not statutorily inhibited from doing so, to utilize, on a
voluntary basis, Institutional Patent Agreements of the general
type now in effect between some universities and the Department
of Health, Education, and Welfare and the National Science Founda
tion. The regulations were the result of about six years' efforts
and deliberations within Government circles as to the most effective
and efficient way to obtain the transfer of beneficial technology
conducted with Federal Agency funds at universities to the public.

The second item is a letter from Senator Gaylord Nelson of
Wisconsin which asks that the regulations be withdrawn. Although
Senator Nelson's letter does pose some legitimate questions, his
request reflects his previously expressed opposition to the title
in-the-contractor provisions as being a patent "give away." The
general tenor of Senator Nelson's position regarding such provisions,
as well as that of others, can be seen from the copy of the news
release which Senator Nelson made prior to his December hearings
and from the testimony of Admiral Rickover, which was presented
at those hearings. Admiral Rickover' s testimony is reproduced in
the January 1978 volume of the Journal of the Patent Office Society
and is recommended reading on this issue.

As a result of Senator Nelson's letter, and perhaps much less
directly as a result of the letter from Ralph Nader's group, a copy
of which is also attached, a notification went out from Mr. Fettig
of the Office of Federal Procurement Policy suspending the regulations
for a period of 120 days. A copy of that notice is also attached.
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Senator Nelson's staff man, Mr. Sturgis, has informed us that
the Senator's subcommittee plans to hold hearings in the near
future, perhaps early May, to further study this problem and
has given us to understand that a representative from the Univer
sity of Wisconsin will be invited to testify at such hearings.
Mr. Ray Snyder, a SUPA Trustee, will probably also be called
upon to testify on behalf of the University of Missouri. We are
firmly convinced that from past experience and practice, and
as supported by good documentation of performance, the Institu
tional Patent Agreement is the only really viable way to handle
inventions which are generated at universities under Government
Agency funds. We are concerned that Senator Nelson's action,
and particularly if the withdrawal of the GSA regulation becomes
permanent, will have an adverse impact upon those agencies now
subscribing to Institutional Patent Agreements, namely, the
Department of Health, Education, and Welfare and the National
Science Foundation. In addition, it may have an extremely
adverse impact upon those agencies which currently apply a
reasonable waiver policy.

You are undoubtedly familiar with the fact that some pending
legislation, H. R. 8596, the Thornton Bill, which was introduced
in an attempt to establish a uniform patent policy for all agencies
has been under attack, as evidenced by the obviously managed
Nelson hearings in December. The attack finds basis in the
politically expedient kind of diatribe in the press release from
Senator Nelson's office which is attached and not in any sound
factual documentation of the proposition it advances and supports.
That proposition, without question, reflects the position espoused
by the Justice Department for many years.

The foregoing problems are called to your attention since the
active participation of all of the universities is urgently needed
to support the Institutional Patent Agreement approach to the
transfer of technology as would be allowed under the published,
but now temporarily suspended, GSA regulations. It is justifiably
feared that without concerted efforts of the university sector,
reflecting substantial unanimity of opinion to preserve and expand
the Institutional Patent Agreement approach, the handling of
inventions made under Federal Agency funding will slide into an



'"

SUPA Member - 3 - April 7, 1978

absolute title-in-the-government policy. In such event, it is
highly unlikely that the benefits of research conducted at the
universities will ever be transferred for the benefit of the
public.

Your close and careful attention to these matters and appropriate
action through your particular representatives in Congress
expressing your views would seem to be in order.

Very truly yours,

J~_\.Arcud--VJ @/l-{A/V{<---0U
Howard W. Bremer
President

HWB:rw
Ene.
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nr:rcrml'nts continue to Jncludc at
least thc (ollowinl: ft'nttlrrs:

(I) A rt'qulremcllt for the prompt re
port Inr. of nIl lm't'nlions to the appll
cable Ileeney along wUh nn elccUon of
rir.hls;

(ii) Hes('n'at!on of nIl rights speci
fied in § 1-9.107-3 (c) through (h):

(111) A requirement that the Institu..
ttcn make such invcJlt{ons available on
a nonexclusive basis except Where the
o('s;rc-d pr<lcti(':l.1 or commercia.l applf4
calwn has Hot lh~CI\ ,)('llie\'ed or is not
likr!y to be ('xpcditiously achieved
tbrough licen::;in:~;

<Iv) A condition limitin~ any exelu..
sive license to a pC'riod not :;ubstantial4
ly r.rC'atcr than ne('('~:sary to provide
the incentive. for brinb-jn~ the .inven
tion to the POitlt of pracLical or eom4
mereial npplication and to permit the
licensee to rccoup its costs and a rca..
sonable profit thereon:

(v) A restriction that royalt~eharges
be limited to What is reasonable under
the circumstances or,.' re:lSonable
within the industry Involved;

(vi) A requirement tha.t the institu
tion's royalty reccipts. after payment
of administrative costs and payments
to inventors, be utilized for education
al or research purpO.3es;

(\'i!) A pro\'is!on p.;ormltting the
agency to exclUde individu:::.l contracts
from the ope;,:] tion of the agreement:

(viii) A requirement for progress re
ports after desirmated periods:

(ix) A prohibition against assign4
ment. of in\'entions v,'ithout Govern·
ment approval to persons or organiza·
tions. other than as.sigrunents to ap·
proved patent management organiza
tions subject to all the conditions of
this paragraph (c)( 1): and

(x) A pro\"ision permitting the agree
ment to be terminated by either party
upon 30 days written notice.

(2) 'rhe Instilutfonal Patent Agree
ment prescribed for use Is as follows:

INSTlTt7TIONAL PATOlT Ac:R1:OIl:NT .

This Agreement. Js made and entered Into
by and between the United States o( Amer,
tea as represented by the (1).

hereInafter referred to ItS the "Agency," and
herelnaJter referred to 8.$

the "InstltuUon."
Whereas. In accordance 'With the Prest

dent's Memor~ndum and Statement or Gov
ern."llcnt PaLent Policy dated August 23.
1971, and the provl:>lons of 41 CPR 1-9.107
4.(a)(6l. It hM been determined that. the 104
sUtution has 0. technolo;:y transfer program
mccUn~ the crltf'ria of 41 CFH. 1-9.109-7 In
that. the Institution's p:\tent polley as set.
fonh in ---- (2), nnd Its technoloB:Y
tran.sfcr practlces have been reviewed and
found nccf'plable: And

Wherea.... the In~l!tullon Is desirous or en,
t.erinr, Into an a~:ref'ment whereby It. ma.y
rel.;.in the entire rig-ht. tille. and lnteresl In
and ad",tnislcr Inventlons made In the
cour:;c of or under relicn-reh :;uDPortp.d by
the Ar.-cncy. subkct to certain rlchts llC4

Qulr-::d by the Go\'ernment:
Now, th~rdorc. In consIderation o( the

for"I;Olng. the parties he:.reto agree as 101
JO.ws:

•

•

•

•

Is amended to
add a new para-

•

••

•

•

•

SeeUon 1-9.107-6
change the title and
graph te) as follow8:

§ 1-9.107-6 Ctnuses for domestic contracts
(short form) and Institutional Patent
AKTcements.

Subpart 1-9.1-Patoflll

Secllon 1-9.107-4 is amended to add
paragraph (a)(O) as follows:

§ 1-9.107-4 Procedures.
(a)· ••

(6) In accordance with the language
rerrarding exceptional cirClll1lst:tnccs
in § 1-9.107-3{a) and/or the bngua~e

regarding spccial situations in S 1
n.l07-3(c). ~I~encies m;\y enter into In·
stitution:\l Patent AgrCCClCJHS (sec § 1
9.107-6(c)) with universities and non
profit organi~c.tionsh2.ving technology
transfer procrams meeting the criteria
of § 1-9.10J-7Cb). The 3-;repI1lCnt.s
permit those institution;;. subject to
certain conditions. to retain the entire
right. tille. and interest in inventions
made in the course of their contracts.
When such an agreement has been
made with a unh'ersity or nonprofit
orga.nization, it shall be m:l.de applica
ble to each contract with the institu
tion in Hcu of the Patent Hir.hts
cbuses in § 1-9.107-5 and § 1-9.107-6.
unless a dNermination has becn made
to exclude the contract from the
agreement.

Procurclllcnt Rc&ulatlons. 703-557
89,17.

SUPPLEMICNTARY INPORMATJON:
This anH'lt<.!llll'llt prescrihes ('lJ:UI!:t's in
§§ 1-!J.IO'l-4, 1-9.107-6. nnd 1-9.1U~-1 of
the PPR.

The table o( contents for subpart
1-9.1, Patents. Is amended to change
an itcm and add an item as follows:
Sec.
1-9.107-6 CI~U:H'S for domrstlc contracts

(short form) and In:;tlllHional l';\{t'nl
Al:reCmt'llls.

1-9.10D-7 Nl'l:otlallon of Instltutlonnl
Pat.ent. /\creements.

(c) Patent Rights-institutional
Patent Agreement (1) \Vhen an agency
has determined in accorda.nce with § 1
9.109-7 that a university or a nonprof
it on::a.ni¥.rt;tion should receive an
al:recmcnt as authorized by § 1-9.107
4(a,Ht». an af~rccment substantially as
set forth in paral;raph (c)(2) of this
§ 1-9.107-6 shall be used. The agree
ment $h~ll be appropriately completed
n..<> indicatl'd in the numbc:r<,d notes ap
pearing at the ('nd of thc n.r,rccmrnt.
Chan~~('s m~y be made In the nr:rce
mpnt but ~h:1.11 be IlmilC'd to c!Jang<,s
rC'Qulrcd by r.PPlie,.. blc statutl'!-i or by
special ndmilli:;tralive nc('ds. IIo\\'cvcr.
agencies shall endeavor to insure that

Tille 41-Public Conlrach and Properly
Manogomenl

CHAPTER. I-FEDERAL PROCUR.EMENT
REGULATIONS

[FPR Arndt. 187]

6820-24]

3.3~9 Dctcrminntion of service con nee,
tilln for forrnC'r 11H'mhcrs of th(' nrmcd
torns of CzedlOSlll\'nkia or Poland.

Hating boards will determine wnelh
~r or not the condition for v.·hich
featmcnt is claimed by former mem
leI'S of the Armed Forces of Czecho
lo\',d'.ia or Poland under 38 U.S.C.
O~l(c) Is service connected. This deter
nination will be mr,de usin~ the same
rHeria that'3PjJlies to determinations
if sf'nice connection based on service
n the Armed Forces of the United
)tates.

{F'H Doc. 78-2910 Filed 2-1-18; 8:45 am]

Potenll

\GENCY: General Services AdminIs· .
ration.

,erION: Final rule.

i.UMMARY: The Federal Procurc4
,lent Regulations (FPR) are amended
o proridc for the usc of Institutional
latent Agreements in contracts v.ith
'ni\'l~rsiti('s and nonprofit or~aniza

ions. The Committee on Intellectual
'J"operty 2,nd Inform.at1on, Federal
;oording Council for Science, Enrr1
,crrin:;, and Technolo::;y. rccommend4
d t ll<1.t uni\'ersitics ~nd nonprofit Of
ani;,ations with satisfa.ctory"technol
GY l rallsfer pror;rams be gtanted
lr,llts to inventions made under con
ract:; with Federal al~encies. Institu
!ollal Patent Agreements permit
htbc institutions to retain the richts
;) ill\'cntions nnd related patents that
('>:;lIlt from such contracts.

TFECTlVE DATE: March 20, 1978.
ut Iliay be obscrved e~rlicr.

'011 FURTHER lNFORMATlON
:()NTAC1~

Philip G. Read, Director of Federal

Inlerested persons were given 30
jays In which to !)ubmit comments,
.ur.r~c:;t1Dn5, or oujr:clions rcr.nrding
,he prnpo:"cd rC'(:ulation. No written
:onlmcnts have been received and the
)ropo,Se:d rer.ulation Is hereby adopted
iv'ithont chance nnd 1$ set forth below.

Approved: January 27, 1978.

By direction of the AdmInistrator.

Rurus H. WILSO~.
Deputy Administrator.

In 38 CPR Chaptor l. Part 3, § 3.359
s added to read as follows:

PART 1-9-PATEHT$, DATA, AND
COPYRIGHTS
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(a) Scope 01 AgrrrmrnL Thl~ AlI:n'C'lnE"nl
dcfln{'s the rl~llt." of the I:lllrt!cs h('n.~to rt."·
p;nrdlnR the aHocat.lon of rhthl." in sllhJt'ct
IllvcnUons made \.lllul'r contmC'l~ \\'Illl the
fl,p:ency entered Into :tHer the ('xrcution or
lhe Agrcrmcnt excE"pt such contracts ns
Illo.y be specifically excluded by lhc At:ency,
(J)

(b) Dc/inition.!. (1) "SubJect Invcntlon"
mr(\n., any Invention or discovery of t lie In
t;tltutlon or Its contractors conceived or first
n.dually rcuuccd lo pr3ctlce In the cour!'(' or

·01" under a contract with the A>:enC}·. nnd In
cludes any art, method, process, marllinc.
manufacture. de:>i~. or composition or
Inalter, or nny new and useful Improvt'lncnt
ther('of, nnd nny \'aricty of pl~nt. which Is
or may be patentable under the patent Laws
of the United States of America or nn)' for·
clf;:n country.

(2l "eontr.act" means any contract <a.'!Tce·
ment, gTa.nt, or other arrangement) (.Jl or
Eiubcontraet thereunder of the agency en
tered Into with or Cor the benefit of the
Govenunent, where a purpose of the con
tract is the conduct of experunental, de ....cl·
opme:1lal. or research work.

(3) "States and domestic municipal ~ov

cm,ments" mean:; the States of the United
States, the District of Columbia. Puerto
Hleo. the Vir~~in Islands, American S:unon..
Guam, Rnd the Trust Territory of the Pacif·
ic Islands. and any political subdivision and
ar:cnde3 thereof.

(4) "To bring to the point of pr:lctlcal np.
[)l{c:lllon" me:lns to m::.nulaclure in the case
or a composition or product, to practice in
the case of a process, or to operate in the
case of a machine and under such condJ·
tlons as to establish that the Invention Is
being worked and tilat its benefits nrc rca
sonably· accessible to th~ p\l~~lic.

<5l "Made," when used In relation to any
invention or di.~co\·ery. means the conccp.
tlon Of first actual reduction to practice of
Eitlch lnvenUon in the course of or under a.
contract.

(c) Allocatioll of principal ri9ht.s. (1) The
Instltution may recair:. the cnUre r;:;::ht. ti~ie,

Rnd interest tlirouo;hout the world or in any
country thereof i!1 and to each Subject In·
venlion disclosed pursu3r.:' to pG-ragraph (e),
below, subj.:C't to tr_e pro\'l.:::ons of t!lis
Ar.reem~nt. The I;i.::titu~;on shall lnc!ude
with each Subject Invcntion Ql;:;:c!osurc an
election whether it will retain the entire
right, title, and Interest In the in..-ention
throu~hlJut the world or in any country
thereof subject to the rir.hts acquired by
the Government In pa.r:l.gr3jlh (dl of the
Ac-reement; Prov:drd. That the In!;titmion
may reQucsL-an extension of the time Cor
election.

(2) The Institution agrees to convey to the
Government, tli~On rCQUt'st. the entire do·
meslle rleht, title. nnd intrrest In :lny SUb
JeC't Inventlim w!wn the Institution:

(\) Do('s not ('It·t·t under paragraph (e)(1)
to ret.-dn :;:uch ri.:!ll'i; or

un F:ti1s to 1~:1.\·c a Un!lt'd Stat('s Patcnt
Application fiJ",j on the ill\'cntiOI1 in ~c~or

dance w:th par:l~r3r,!1 (f)(ll, or dcddt':; not
to conI lnue prosecution of such application;
or

<ill) At nn}' time no lonGer desires to
retain title.

(3) Tile Inl'>tltu~lon rll'rt't'~ to COIW"Y lo the
Government, upon request, the enUre ri~ht.

title, and Intefest In any Subject Inventlon
.,'hen the Institution:

{IJ Does not. 1,.'lt'ct unelt'r Pllr(l>:rnph (cl(1)
to retain such ri~hts In tile ('ountry; or

(II) Falls to lure n palCIIt. applicallon !lied
In lhe country on the Invenllon in nccor-
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dn.nee with pfl.rnRrnnh <f)( 1) or df'c1eirs not
to contlnue pros('culltln of :;lIch nppllC'at!oll
or to \}ay any mainll'nanf't' !<'1'S rov('rlnl'" the
Inv(,:lt\(lO, To n.voitl fnrft'illlrl' oC the p:\lt'llt
appllca!lon or p:\tC'nt, tilt' Jl~s'it\ltlon :-h;\p
noUfy the Af!t~ncy not. k~;s tlHl.n 60 c1:ws
bc{orc the explrntlon rH'rhld for finy llCllon
reQuired by the rort'lr,-n p:\lt'nt offkt'.

(4) A conveY:l.ne('. rt'qul·:~tt'd pursuant to
pnrfl.l:raphs <c)(2l or (3) of this .'\l-:re('nlrnt.
shall be lTIO'\dc by dl'1in'rinl: to the A"'t'l1cy
dul)-' t'xccutcd In~tnllnl'l\l... (prl'lmrt'd by the
Aj::;"t'ncyJ nnel such olllrr p:l.J,..'t'rs !L'i nre
dceO\<"d n('c('s~ary to vt'st. in the ~:O\'I'rnmt'llt

the ('nllre right, titl~, nnd Interest to t'llable
the Gov('rnment to npply fer ::md pro!'ccute
pntent npp!icatlons co\'('dnt; the un-enlion
In this or the forrl:':"n country, r('!':pcctin'ly.
or otherwise cstabltsh GOVt'rnment owner·
ship of such im·('nt!on.

(d) Minimum rights c.cQI!ir('d b.'J lhe 0.01'
emmenL (1) \\'ith n'!':lH'ct ttl t'act1 St:bject
In\'C'ntion to whieh the Institution Tt'I:tins
principal or cxclusive rh:tlts, the lllstitution:

<I) Hcr('by gr:l.nts to the G;,)vcrnmcnt of
the UnitedStittes n l'one.'(c!u,;iv\'. nontr:\tl~·

ferable, prtid-up licen.5c to nnke. \lS('. rtlld
sell each Subject Invention t~lroll~~hOllt the

. world bv or on beh:tlf of the Government of
the VnitE'd States (including any Gon'm·
ment agency) and Statt'5 and domestic mu
nicipal governments, unless the Agency dc
lennines after the In\'t'l1tion h;;!...'i bcell idf'n·
tlfled that it would not be In the PU:l!iC In_
terest to acquire the liccn;:;:e fOf Slatcs and
domestic municipal g-overnmt'nts: and

(i!) Agrees, upon request of the A~ency. to
gra.nt licenses to responsible applicants. on
terms that are reasonable under the circum
sL..'Ulces except:

(A) When the Institution. Its lIcensce, Or
\ts assign('e. d('menstj~l'~S to the Gv\"ern
ment t1) that effecti\'e st~:)S h~lse be'en
taken within three years after a patent
Issu~s on such invention to bnn~ the in':en
lion to the point of practical a;:.plicatlon or
(2) that the im'cnt!on h?..5 been made avail
able for lic~nsi!"lg rOY:l.lty·free or on t"rms
that are reasonable in the ClrrumSLances. or
can .sho...... cau:se why the principal or exclu
sive rir:hts should be retai.ned for a. further
period of time: or

(8) To the e.,{cnt that the invention Is re
qu;red fer public use by governmental re<:u
Id.tions or as m3.Y be necessary to fulfill
public health or safety needs. or for other
public purposes stipulated in the applicable
contract.

t2l ~-()thinl contained [n this parag"raph
(d) shall be df:err.ed to ~;r;\nt to the Govern
ment any ri3'hlS \1. ith re~::,'.'ct to any inven
tion otht?"r tlHm a Subjl-ct lnvf'ntion.

(e) In l'c71lion identification, disclosure.!.
and Tcp':lrt3. (1) The In:;litutlon shall fur·
ni!:h the AI:cnCY;

(1) A COm/ll('Le tl'chnlc'l.l disclosure for
each Subject In\'cnUon witl,in 6 ' ....Oi)ths
after concl:ption or first C\C'tll:\1 rl'dllctlon to
practice, wbich('v('r Ol.'rtlr:, lir:>t In the
cOllrse ot Ort::Hit'r the ccntr:>ct. or within Ii
monrh:; [rcm the time a contr....ctor of the
Institution rl.'port..i an In':enuon to it pursu
ant to Il;\rar:-T:l.ph (11), b'lt in :!.l;.' event :1r10r
to £lny on s:d~. pu1.Jlic ll::<:'. or IJIH;!Jc.:l.tion of
the In\'('nqon kno\';'n (0 the !n'.tit1.Jtlon. The
dl!'clv~llre ,;!l:.l!l<:'·:ltIIV lj\l~ l.'"illtC\f"t :u,rl (n·
ventor nntJ shall be sUlllcicnliy c.omplete In
technical detail to convey to one skIlled In
the art to which lhe in .... entlon' pcrt:\ln.<; a
clear undt-r::;tandln..:- oC the Il:lture. purpo:ie.
opl'ratlon, nnd. to tht! ('xlf'nt known. the
phYs:e:tl, cht'mlc::tl, blolov,lc::tl, or l'lcctrlcal
chnrncterlstlcs 0' the lu\'enllon.
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(11) Interim rcports (5) for ('nch ,contrnct
nt. I(':\...;t eVt'ry J:! lIIonth:> (rom th(' tbtc ('It
UIl' contrnrt Ibtlll'{ Sub1C'ct Jnn'T\tlO1:"s for
thl' pl'rlod find Cl'rtifyln~ tlJnt nil :::l\lbJ,'ct
In\"t'ntlo[\~ han' t"'t'n l1\$closed or tllnt there
flrc no such l!l\·rnllons.

(Ill) An Rcr:t·pt:l.ble fln:l.l report within 3
months nner t"('illplt:tion of the work uudt'r
eontrnct. Ii ... tlnt::: nil Subje(·t lnn-ntions or
certifying lhat there were no such Uwen·
t1ons. (6)

(2) The Instltullon shnll obt::tln pntC'nt
f\g:ret'mcnts to {,[fed the provisions of this
Ar,re"ment. frolll n.1I p('n~ons in its employ
who Perform :IIIY part of the WorK under
RllY contn.ct e'(c,'pt nontechnIcal l-w,sonn('I,
such as eleric;tl employees and 1l1:muu.l la..
bon'rs.

(3) The Ins:itutlon agT('('s that the Gov.
ernment may dlllllic::tte and disclose Subject
In....ention d:5closures and, subject to para.
graph (k). nll other reports and p:1;Jers fur-·
nist1cd or required to be fllnli~h('d pursu:l.nt
to this Ar.rcC'nlent. How('\'er. If the Instltu.
tlon 1.<; to fill' a patent ::tppllcation on a Sub
ject Invention. tile Ar,'('ncy :l.l1rN'S. ur.-on
';\"Titt('n rcqul'3t of til(' Institution, to usc its
bc::>t e{forls to withhold tHlbJic3!.lon oC such
Im'entlon disclosllres until a patf'nt applica
tion is filed t~1ert'on, but in no event sh:tll
the Govrmm('llt. or its employees be Ha.ble
for any publication thereof.

(0 FilinQ of c!om-:sl~e patent application.'!.
<l) \Vith re:::p('et td each ~l1bj('ct I:wcntion
1n which the Ir.slitution elects to retai:l do
melle rl~hts pursuant to par:l.I~T::toh (c)( 1) ot
this Agreement, the Institution sh~lI h,we a
domestic patent application filed within 6
months after an election has been made
pursuant to paragraph (c)( 1) of this .."'-r:ree
ment or sll~h loo!:er period a.:; mn.y be ap
r;,o~'ed in wri:lnl; by lhe Ar:ency.

(2) For e:'-co S'..lb;ect Invcntion on which a
palent a;mlic:Hion i:> !!led by or 0:1 behalf at
the I:1.stiLulion, the Ir..:;titution sh:l.l1:

<i) Wit.hin 6 mor..ths after the filinf~, or
within I) months after submis.sion of the in
vention dijclo!;ur~ if the p:l.:ent a;lplicatlon
was filed prior to th~ centract. dr.·:l\"er to the
Agency a dUly executed and ap;;:-oved In
stn:ment on thc for':":! specUir.d in !::>:r.ibi':. A
which Is attach~d hereto and m:-de a p:l.rt
her~of:

(Ii) Within 2 months after the filir.l::', or
within 2 montr...:> after sub:nis-'iion of the in·
vention di::oelol;llre if the patent l1;li1lkation
was filed prior to the contract. deliver to tt;e
Al:::ency (A) a copy of t.he aPi)lio:;ation as
filed. includin.~ the fili!'\5: date :'.nd s::!rial
number, and (B) a. COPI of an a.:,:si~n:nent

from the lovclltor or Inventors to ;.:-Je !nst,i
tutlon of all ri:,ht. tltlf':, and intC'rr:st In the
In\'cntlnn pf<.';")erly recorded in the United
StaLe3 Patent :,.nd Tradl~mark Offjl;e;

(Ill) Include the flJilowlng- sLate-ment, ap
propri;J.tt·ly cr,rr.j1I.'tcd. in thp. sf'can:"1 para
graph of the ~;:lcdfjcatlonof th~ <If';J!icat:0n
and <\.Ily p:ltcnt:~ Issued on the Sl.!"lj~Ct I.:t
vention, "The Government h~,,; ri:::ht.s in
this Invention pur:;ualll. to COlltr;L:::t(;il (or
Grant(s» No(:,), -- a ......ard(·d by (identify
the Ap,cncy or Ar;enclcs)";

<Iv) Not Ie,':;; th:tn :10 days bdorr. the expi
ration or the rp..;pon:;p. period for ~ny l:.ction
refluired hy the Uflited States l':\lcnt nnd
Tn·km:uk Off:(":'. notify tlie AC:l·~<:::" of any
d<:clslon not to continue t.he prosecution o!
the appllcat.Jon and deliver to the AKer:..cy
executed In."!.rumf>nts r.rantlng the Govern
ment n power of attorney;

(V) Upnn f!:qu('st, fully advl~e the A~ency

concerning all fictions taken durlnK Lhe
prosecut1on of any patent. apPlication and
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lumlsh coplr,s oC any releva.nt documents a.s
;'c(Jllc:-;tl'd; nnd

(v!) Prov!dc the Ar.t'lwy with a. copy of the
:)l\1('1l1 within 2 months ll{tcr n. PMcnl. ~:;ucs
im l!H' appl\cMion. .

en luI' each :::;uhje-ct. Im'cntlon tn which
UH' In.',tltution InlUally ('h'C'Is not to rc'taln
rl{~l1ls or n·qlll.'.';t,'; :~n ('xtl'n~lon 01 the ell'c,
Uon pnioll. the lustil uUon ~l ..all IntoI'm tile
/I~:CllCY promptly In \\'rilin~ 01 the dale 111\d
!dl'ntity 01 allY on saIL', public usc, or pulJll
cnlion of the Invenllon which ma.y con"U,
t.\ltc n statutory bar under 35 U.S.C. 102.
\'.'!licll W:'.S Duthori....l·u by Or I:nown to the
In~;titutjon or any contemPlated action of
tills n:\\\lfC.

(I;) l"lhllg of foreigJl patent applications.
<l) Wit Il rc~pect. to ea("1l Subject Invcntion
(n which the Institution e!('cts to ret;;.in
prlllC'ijHIl rights in a foreir,n countrY pursu
nllt to pUflgraph (r)( 1) of this A~n~crnl·nt.

the ll~titutiull shall have a patent appilcn.·
llon filed on the Inv('ntion In that countf}'.
1:l :~("curd ....ncc with c.pplic~blc statutes nnd
r{'(:ulr~tions. and within onc of the following
period.>:

(I) Eighl monlhs from the calc oC a corrc
f.ponding United States ll.T'plicfltion fih:d by
or 011 behalf of the In:;titULion; or If such an
application is not Wed. 6 monLhs from ::he
(b.t(· the it1\'e-ntlon is Sub:llltLed in a di~clo

f'llre pursuant to paragraph (e)(l) of this
Ar,re~ll1ent;

(ii) Six months from the date a. license Is
f.T2.ted by the Conunissioner of Pa.tents and
TradC!:~l':.rk.s to file foreign applications
whcn s~l:::h filing has been previously pro
hibi~ed by ~ect:rity reasons: or

(j;i) Such longer periods as nl.3.y be ap-.
proHd by the Agency,

(2) The Institution 5113.11 notify the
A~ency of forei:m applications filed and,
upon request, shall furnish ~n EngHsh vcr
f,ionc! the a.pplication wilhout a.cttiiliom.l
compens:>.tion.

(h) Subcontract.s, (1) The Institution shall
include the !oliowlnlZ clause ina..'1y subcon
tract where a rm:'pose 01 tllat sul::con~ract is
the conduct of exp~rimc:lt<.l, o0vclo;mu.'u.
lal. or rescarch work. excc·j:l '..;hen the sub·
contractor holds an Institutional Patent
Al,'rcemcnt with the AGency or the subcon·
trnctor refUses as provided in (2) of lhis
paragraph (11).

PA'ttNTS RIGHTS

(a) The Contractor hereby a'grees to tur·
nbh a complete lechnical disclosure to the

(InsUtulion) ';I;ithin six months
after any im'cntlon is conceived or firsl nc·
tu;\lly rcd<.'.l.'t::d to prc.ctice in the course of or
undc-r this contract (hercina1t~r referr('d to
ns "Subj~ct Invention(s)") and, s~b.i(,ct to
(b). belo;;'. to assign all ri~~h.t. title. and In·
tcrcsL in, and to such Invention to
----- (Institution) or Its desibTlee.

(b) A:. the time the Contmclor reports any
"Sllbject hwcnt(on" to ----- (Institu
tion) the Conlr:\ctor, at Its C"~)tion.. may n.1SD
Tt'j1orl thl! innntlon lo the Agency with
whirh the In3.. itution hol{;s the prime cun
trnc!. and rrQuc'st lhe J\~cnc:,. to detcnnlnc
whether and 011 what tf'rlI\5 the COIJlr~ctor

may retain princlp~l rit:l\ts In the invention
In lieu o( I\.<;sh:nln~ It to '- Uw;titu·
tion). Snch dctennlnntirms by the Ar,ency
r-hnll be in nccordann' wH h Ine policies nnd
Ilroc('durcs oi H CFH 1-0.100·6 nnd/or Rp
pll("alJlc A~~t'ney rl'~\I1:1t1()llS, Such dl'tcrmi
nations shall be Hn:\1 on blJlh the Contrnc
tor and • (In:.;titu\ion). Prodded,
'l'lInt the Contrnctor n\llY t~ll'ct not to (lCCt'pt
the Agency detcrmlnutloll and luslca.d

Msllm all rlfl:ht. WIt', and lntl'fl'st In the In
\'cntlon to Umtilulloll) or its
cJe:.;iKnCe.

(c) In nddltlon, the Contractor n~:H'e!'l to
furnish the rullOwlnl: mntt~rlals. dl~;c!osures

and reports:
{\) Upon f('lllll':-'l, such duly exe{'utcd In

struments (prc'par,,(t by thf" ------ On
&t1llltlon) or It~ (k:;h~Il('.') nnel I-uch ofhrT
papers as nrc declllcd nccessary to Vl'st In
tlle <Institut!on) or ILs dcsl~n('e

the rights grnntcd undcr this clause and to
enable the (lnstilULlcn) or Its
(j'-:~a :l1l'l~ to r.n:)ly for :\r.d pro._pcute nny
paLt·nt a.ppli('~.L1un. in any coulltry, co\·~rlng

such in\·entlOn.
(i\) A fin:"\.\ r(";)Ort, prior to fln~'I,,~,ttl('m('nt

of thIS conlr~ct'. I!slin~ all ::~ubkct I~wen

tions or c€rtilyil\l: Ul:l.t no inventions were
COnceived or fir~;l nClu:\lly rcduc('d to prac
tice under the contr:tct.

(d) 'fhc ConI I actor shall In(".hltl~ in nny
subconlract. a ci:l.~lse Identicn.! to this ('iallse,
if a purpo~e of tile £ubco!\:rae:t is ex Peri·
mental. d(:vclopm(:[}t:\l. or resl'ar('h work. U
a. SUbcontr~ctor refuses to :H'("t'r>t this
c!:l.use or if. in the opinion of ti,t: Contrac
tor. this cl?.use is incon.!\istcnt \;·ith the
policy set forth in 41 CFR 1~9.l07-3, the
Conlractor (I) shall prompl!y notify the In~

stitution and (iD sh:dl nol pro{'('('{~ w;th the
sUbcontracl without the wfltten author(za.
tlon of the Institution. It is ur.d{'rSLOOu. tnat
the Institution will seek dtr('ction irom the
(insert name of appropriate AgCl1cy).

(e) TIle contractor shall not be obli£"ated
to enforce the ruee:r.ents of ;;."y !3ubcon·
tractor hereund.:r rc!atlng to the ou\iga
lions of the SubcontrRctor to the Govern
ment in regard to Subject Invemions,

(End or Clause]

,(2) In the event of a. refusal by a suhcon
tra..ctor to e.ccept the clause specitled in
(h)(l) of this a~reement, or Lf. In the opin~

Ion of the Institution. this clause IS inconsis
tent with tne policy set forth in 11 CFR 1
9.i.07-3. lhe In:,t.~u!.iQn (\J shnll pro1l'.;:nly
s~lbmit a writt('n notice to tlie _Vellcy set
t:ns- forth rca.sons for the suh('ontractor's
refusal and ot.l1er perllnent iniormo.tion
which may expedite disposition or the
matter; and (ii) shall not procc('d with the
Gubeontract· Without the writ len aut.hori.z.a·
tJon of the Agenc»'.

(3) It is understood tha.t the Government
is a third party beneficiary of any subeon
trn.et clause granting rights to the Govern·
ment in bubjcct Inventions, and the Institu·
tion hereby flssir.ns to the Government a.U
rights that it .... ou\d have to cnfNce the SUb
ccntracto.r·s obli;;3.tlons for the benefit of
the Govcnill1c:lt with respect to Gulljcct In
\·cntiolls. The lmtltution shall nOl be obll
buted to enfOrce the A.creemenI~ot any suD
contractor hefl..'unucr rcll\tlng to thc olJ\h:a
lions of the subcontractor to the Go.....ern·
ment hi rer,:l.rd to ~\lbject Invention.c;.

(4) :NothUl~ in thh Ar-reemcnt is iJltf:nded
to preclude the In.~,Litution from gr~nt!n~ a
subcontractor ribhLs or an OllUon to rl.:ht.s
il\ MY inventions m:1de by the subcontrac·
lor to the extent ::ouCh r1~hts Me CQll;,u;tent
With the provi!ilons. of this AI1;fl:('[1Wllt.

(I) AdmtnlstmliOIl 0/ 1nVClll!OIf3 w whtch
Ule Institution dec!.! to rctairl 7;.:hts. (1)
Tht.~ 1[1:;t!tut,ion .shfl.ll n.c1mlnlster these SuD
kct It\\'{~ntlolls to ""'1\\('h It Cil'CI!; to retain
t1~le 1n the j)ulJHc 1ntcrc~t nnd ~hnll. excqJL
I\S provldl'd in 5l,bsl:ctlon (21. tid0w, mnke
tllt'lil Rvnllable throu"h llccns!l:I: on a. non
('xcltl~tve, royally-fret". or rell.';{)n'lble royn.l
t)' basls to aU qu,:\1i1h:d appllcanta.

(2) The lnstltul!on may lIc('ost" a SUbject
In\'t'ntion on no cxchl...;ive brL...... ls If 1t dl'tcr·
OIlnf's, lhat nn t'l'(C'!lI:-;i'.'(' IIccn~t.' 1:0; rCQu[rt.'d
In tlH' ~\lbl'c lntl'n':ot b,'J:'tl\lSl' (A) It Is I1l'C<'5
fnlry IlS nil It\t'l'ntlvC' lor dl'\'C'\oplncnt of the
hl\'C'nlion or lU) mr,rkCl. conditIons nrc such
as to require Ii('cnsln~ on nil exdu:o;i\'c bn..<;I~

In orc!.'r lo brim: Ult~ Invclltlul\ to the poll1t
of praC't\("[l1 npj)lIc:lth'Il, Any t'xcluslve H
CP!\S\' IS~Ul'd by tlll' In',tilutlun undl'f a U.S.
paknl or l'll.ttmt. application shall be for a
limited pcr10d of time nnd such p(~rlod shall
not. unless otherwise approved by tho
Ar:<,ncy, ('X('('l,rt 5 ye~rs fr('1':\ th'C' d:l.te of the
lll:;l e~':1\l!J":<'::l': ::>;.!,Ie ur U:',' i:l the Vnilt'd
Bt:\ll'S 01 Amcfj(":\ of n product or PfOCe&9
ClllbO(I\·,nr. ltle ill\T;'ltH'n, or, 8 }-'('a:-s frOm
the d:,lc of the e"CIU~I\'e H,:'eose excepting
that tlr.\e before n'i~lJlatory ar:l'l\cics nec('s~

sa.ry ill tlot:\in prpl1\fl.rkct ckfl.r~ncc. \\'hieh~

('v('r oc('urs fir::>t, Such license .sh:tll also pro·
vide lh:-.t thf' liccl~st"e ~ll~lll usc aU reason·
nblc l?tiCtrt to rlf!.'ct introd,lclicn into the
cOmmC'rcial mart;.!'t RS ~oon us pr}l.cticablc,
C::lI1~;ist<,nl v;ith s0\lnd a.r;d rC:\.:.;t,)nable busi
ness prr,etices and jUdnncnt. Any extension
of tl~e nH\xi:num periud ot rxc!usi\'ity shall
be suoket to apilro\'al of the A~ency. Upon
expir,~tio:1 of the period o( exclusivity or
nny extension thereof, licer..scs sh3.U be of·
fered to n!l qualified l'.pp1icants at a reason
able royalty r::.te not in cxcess oi the exclu
sivclicen,~ royalty nte.

(3) Ho}'?'.It1es sha.ll not normally be In
excess of accepted trade practice.

(~) The Ir.stjlLl~i'.)n nirTees to refund any
amO:.lnts receivt'd as ro:':,,:!}' charges on any
Subject Inventi0n in p!"oeu:emC'nts (or or on
b~h,.!f of the Government and to provide
for thn.t rcfll..'1d in li.r.y instrument transfer·
rlng ri~hts to any p::..rty in the im·ention.

(5) The bala.."1ce of the royalty Lncome
after pa~1T.ent of exr,\:L.5t"S. inCluding p ...y.
ments to im'entors. inCidental to the admln
lstr;;.tion of allin\'l~ntionsa.ssir:ned to lt pur
suant to the pro·.. isions of this Agreement
sh:;.U be utilized for the support a! educa.
tion or re:<carch.

(0) AJllicet1:;::-s i.'::;'),ed by the Institution to
p(l.r~lc,'), other than the Go\'crnment of the
Unitrd States. under any p.E.tent application
Or patent on a. Subject Im'ention shill be
made expressly -"ubject to the conditions o(
thIS Ag:-cement. The Institution shall, upon
request, promptly furnish copies of any li
cense nr.reements to the Agency.

(j) Patent hIanc.aement Oraa.niza.tion.s..
The ll,stitution sr.:Lll not assi;n any Sub,iect
Invention to parties other than the AgencY;
exc~pt that. It may make ~uch an assign
ment to the follov;ing patent management
or.;anu':ilions- (n-or any
otl:cr p:l.~cnt managemcnt organlt.atlon 11
sUbseQ\:~nUY appron~d by lhe Agency, Any
a.s.si[:r.m~nt to a patent mana~ementorgan!
z3.tion .sb<ill be made su:.>jt-ct spcclflc.:tlly to
aU the lenns and conditions of this Agree
ment.

(k) Rr.ports on Drvclopmcnt and Commer.
cial Use. The lnslltlltion shall provIde a.
wri!.~::-n annual rcport to th~ Ap:ency on or
before December 31st of each ye3f covering
the prf'cedmfl: year ending September 30th,
rCf;ardlr.g th~ slntus o( development a.nd
commercial usc lhat L<; Lt'inj:;: made or In·
tt"ndul to be made of e~ch .subject Inven
tion left for admim:-;tratlon to the Inst.itu.
LIon n!ld th(' slep3 lhat hfwe been taken by
th~ 1n.<;Utut!on to brln~ th'': Invent.lon to the
po!nt or prn.cllCfll anr,:ic:ltlon. (8) Such re
porls shall tn~\ude Infonrmtlon rel;D.rdlng
lhe status of developrn(~nL,date of !lrst corn·
mercla.l sale or use. grc.s.s royalties recclv~d
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Instltllttonn.l P:l{r:nt ARrccmcnt with
nn :'lf~eney shall be n'Qulrl'd tn provide
the nl~('ncy with the followlnr; infor.
matlon:

(1) Ge!'JC'ral ·lnform:ttlon concerning
the on-;:tnizatlon i:\clud~n~:

(1) A copy of LIlt' on~anlz:ltlon's Arti
cles of lncorporat!on:

(i1) A statemcnt of the organization's
purpose and nims; and

(iii) A statemcnt Indicating the
source of the orr.anization's funds;

(2) A copy of the organizaticn's es
tablished patent polley, togetlH'r with
the date and manner of its adoption:

(3) The name, title. address, and
telephone number of t.he officer rt~

sponsible for administration of patent
and ·invention maLters :1nd a drscrip
tiOR of, staffing in this ~rca, including
all o(!lces which contribute to the or
ganization's patent management capa·
bilitics; /

(4) A description of the organiza
tion's procedures for C.A) idcntifying
antl reporting- inventions and tB) for
the evaluation of such in\'entions for
inclusion in the organization's promo
tional program:

(5) A copy of the agreement signed
by employees cn[iagcd in research and
dCH:lopment, indicating: their obliga
tion with regard to inventions can
ech'ed or for the first time reduced to
practice in the course of their assicned
duties;

(6) A copy of the Invention report
form or outEr:.e utilized for prepara
tion of Im"ention reports:

(7) A statement indicating whether
the organization has an agreement
with any p:ltent mar:.ar,emcnt organi
zations or consult:lnts and a copy of
any'such agreements:

(8) A description of the plans and in
tentions of the or:;anization to bring
inventions to the market place to
which it retains title, including a de
scription of the efiorts typically un
dertaken by the organization to Ii·
censc its inventions:

(9) A description of the organiza
tion's past patent application and
patent licensing activities, including
the following:

(1) Number of Inventions reported to
thc organization during each of the
past 5 years;

(1l) Number of patent applications
filed duri!1g e:"loch of the past 5 Y<:;>'fS:

(iil) Nurnbr:r of patents obtained
during: each of the P:1!it 5 years;

(iV) Number of exclusive licenses
issued durin~ each of the past 5 y,:,ar::;;

(v) Nurobcr or nonexclusive 1ic~nses,

othcr than tho~e to .sponsorinr~ Feder
al ar.encif's, i:is\led durinG" each of the
pa..c;t 5 yc,us;

(vi) Gro::;s royalty Income durinr:
each of the past 5 years:

(vii) A general description of royal
ties char~ed, including minimum and
maXimum royalty ratcs;

(0) A list of subsidi,try or afflllatc
organizations, which would be covered

(Print or l)'pe name)

It tlJ und('n;tond Rnd RR"r('('d 111:"'1t thl." doc·
umf:'nl docs not preclude tll(' (;ov,'rnmcnt.
from n5:>t'r1Inr. ri~;l"'It.~ \llHll'r thl' pro\'l;;i<Jll..!1
of said ,\I{Ct'l'LnI'nt or of any o{ her 1\'';"1I'e·

nWIlt. bt'twt'I'n thc Gllv{'rnnlt'llt Rlld the
Contrnctor, or :tny other rll:ll1s of th,' Ci0V·
f:'rnn\l:nt wllh r,'spcct to the nlJo\'c·idcntl·
flt'd IIw('nt.10I1.

The GOVt'rllmenl Is hereby Rl"alllt'd nn lr·
revocable pO'.l't'r to hl:;Pl'ct nnd make copies
of lhe llbo\'c·lch'ntiJ icd patent nppllcatkm.

Signed this - day of ---- • 19-.

(Official HUe)

(End of Agreement)

(J) Insert name of Ag-ency.
(2) Insert rcrert.',~ce to Instltutlon's official

policy sta.tements.
(3) Some a~encif'S may wish to h.-we the

agreement apply to all Subject Inwntions
reported after the execution of the ?o.'~rec

menl, even where the contract was cr.te,cd
into prIor to the agrc~ment. In such cases,
the follo'o\'ing 1J.n~u:u~c may be substituted:

"This Agreement defines the rights of the
parties hereto regarding the al1ontion of
ric::hts In Subject Inventions reported :<fter
the ('xecution of the Ap,"reement, including
contracts enlncd into prior to this ,'\i;ree
mf:'nt, except such CQnlncts as m:w be spe·
ci~ic:.\lly exclu:':r:d by the A~l'ncy:'

Aijcncies m:ing this h~ngua~e which wish
to excl.ude any CUHt"nt contr:1cts from the
agreement should add a statement such as
th.e folldwina:

"This Agree!'Tl('nt sh:<Jl not apply to the
following contracts: .....

(4) The bracketed laniGuage may be de
leted but nonnf.lly It is expected that Instl·
tutional Patent ."'.r,-reements will apply to
grants as well 3:> contr:1cts.

(5) Agctlcies m:1:l spccify 11 form,
(6) Agencies nny find it csciul to include

more detailed instructions here on the
format of these r~port.<; and the persons to
"'"ham they should be supplil'd. The ex~.ct

clause may have to be varied accordir~rr to
the agency's normal contract close-out pro-
~dur~. .

(7) If none nrc to be used, Insert "none."
(8) Different cafl'S may be sub:.titutcd de

pending on the A1-:enr:y's n~eds,

(9) Iru;ert applica:Jle addresscs 3nd oW
cers.

(10) In accord:\Ilce with SpcUon (dHl) of
the A~ccm('nt, ir tile Ar:ency ha.<; deter
mined that a liccilse tor S~al~ and dr.:::H'<;tic
ll\unicipJ.1 gO\'eflllt1ents wiil nol. Ll' Oh:.dnl:d,
the {ol1owin~ shuuld be added 10 the Coniir
rn:ltcry It\."trum('nt:

"The llccm:e l:r:1llt('d to the Govrrnment
dol':; not incllde ~itate and dom{;~tic munici·
p,Ll gtJvcrnml'nls:'

Section 1-9,109-7 Is added as follows:

§ 1-9,109-7 ~egotintion of Institutional
patent UKTCenH'nt!l.

(n) Information to be submitted by
nonr>roflt ol"!',anizat!on. A nonprofit
orc:anlzatlon desiring to entcr into an'

(In:>t1tlltlon)

(Signature)

Institution

(Title of In-

(Institution)

Contract (Gra.nt)

.
EXlilDIT A_-CONr1R~JATORYINSTRUMENT

Application lor: ---
ventlon},

In\"cntor(s) _
Snhl No,

No.--__ ,
:F'i1inl~ Date:

By ==========_======T;t1c
Date

The Invention Idt'ntifird nbove 15 a. "Sub
Jcct l1L\"C'lItlon" under ------ (ldentlfy
In'';lltlltionnl Patl'nt Al:rt'r!nt'nt number) to
whkh contmct (grallU No, ------ with
------- (specify GO\"('fnment RKcncy)
\\':\." sllbjp("t.

This (ju~'umt'nt L" confi'rmntory o( tile
paId-UP license grant.cd to the Government
under this contrnrt (~l"nnt) In this Inven
tion. r'!:\!<'nt I\pplira.tiotl, alld any rf'sultlng
pntrllt, and of 11.11 otlH'r ril:hts aCQuired by
tl,c {iowrnmcnt by the rdcrt'nced A~r~e
menl, (lOI

By ================Title
DJ.le

(Corporate Seal.)

by tlH' In!;t1tutlon. I\.nd ~Ild\ other dntll I\orl.
Infontlntlon flS the Af:t'nr.y nll\Y rt'Monnhly
BPcej(y. To the extcnt (btn or lnformnllon
.GUII\lllcd La 11\1:> sectlon Is consltkrl'd b~' l\ H·
CCll:;r.C to be prlvllt"l:l:d or cOll{lc!l'nllnl and Is
[,0 IIl:nkl'd. the A\O:l'I'O' rq::-l't'S that., to the
extent pr'rl1llltcd by ):'1\\", It will hot dl....cln~c
t>uch InformO'Lllon to (It:rl'ot13 outside the
GO\'C'l'lllllt'nl. .

(1) Ut'jWiting 01 Po[irv and Admfnfstratit·('
ChClll(JC.s. The Instltution sr.all promptly
notify the A~cncy of Iloy significn.lll
charlt~Cs in the Inform"l.Ucm suhmitted by it.
In support of Its rCQur:;L {O!" nn Instltution:\l
Patent Al;rc~menl; pa,tlcul:\rlv, chnn~cs In
Its IlatClll policies or it..s admml:>lratlve cnpa.
bHitks.

(m) Termination. This AgTcemenl mBY be
terminated by either prtrty upon 30 d:l.Ys
written notlee. Dlspo,~ition of rights In and
admlnI~tration of In\'entions made under
contracts subject to thi.'" ,,\p,r('cmcnt will not
be :l.ftcctcd by such :\ t('rmin:\l!on: except
that, in the event tll(' UO\"Cn1lllcnl lenni
nates this Ar.rcemenl hccause of a failure or
rcrus:!l by the Institution to comply with
any of its obligations und~r sections (c)( 1),
(t>, (j), nnd (j) of this A~reement. the
Agency h:iS the right to require that the In
stitution's entire right, title, and interest in
and to the particular im"l'nlion with respect
to Which the breach occurred be assigned to
the United States of America, as represent·
cd by the A~ency,

(n) Communication." (9) Requests tor
Agency approvals, ext<.>nsions. or similar ac
tions and other correspondence required by
thJs Aareemenl should be addressed to

• Excepl where specilically pro
vided Olhefv,'ise In this Alo";"reemcnt, thc
--'---- Or hLs dcslg-nce sl"'lall act as the
point of authority ..... !thin thc Agency to
grant such apr:'ro\,als, ('xt~·r."'!ons, or take
such other Af:ency actions as may be autho
rized In this Agreement.

In witness whereoC. ('nch of the parties
hereto has executed this Agreement. as of
the day and year beloW.

UNITtD STATES or AMl:1tlCA
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3. Sections 405.141 through 405.145
nre vilcated and reserved:

2. Section 405.120 Is amended by va
cating and reserving para~raph (d)(l):

§ 405.120 Posthospital extended care ser
vices; scope of benefits.

§ 405.141 [Vacaled and reserved)

§ 0105.142 [Vncoted and reserved)

§ 0105.1H (Vacated Dnd reserved)

§ 40j.l·j5 (Vocnted and reserve-d)

4. Parar,raph <bl of ! 405.152 L'
amended by deleting the clause In the
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(I) [Vacated and reservedl

§ 405.101 Hospital insurance benefits; gen
eral.

(a) An indiVidual who meets the con
ditions for entitlement to hospital in·
surance benefits provided under Part
A of title XVIII of the" Act is eligible
to have payment made on his behalf,
or to him (for certain hospital serv
ices) subject to the conditions and
limitations set out in this Part 405 and
in the Act. for:

,(1) Inpatient hospital services, post,.
hospital eXler.ded care services, and
post·ho~i)ilal home health services
furnishcd to him during any month
for \I;hich he meets such conditions for
entitlement. to hospital insurance
benefits.

(2) (Vacated and reserved)
<b) Except where payment may be

made to the individual for certain hos
pital services (EFe § 4\)5"1~7). payment
lor tIle servic(:s covered under the hos-'
pital insurance benefits program is
made to the institution or agency eligi
ble to receive payment rather than to
the indiVidual to whom the services,
are furnished.

rrgulatlons more Utl,l<.'rstandnble.
I·'ulure dforts will InC'ludc rcwril1nc
m:lny of the rt'J::"ulations in cll'l\rCr
style, rl'orrf\ni;~tnf: them In l\ more
IOI~lc:ll :\rran~(·mcnt.n.nd contim:lng to
dt'letC' pro\'i:,io:1S which arc obsolete or
no longer bindillK.

Becallse no policies or requIrements
are altered by these chanIH~s. the De
partment finds that there Is n. good
cause to waive It Notice of Proposed
Hul(,lI:'i\Un~ arid to Ill:lI~(' t.he flrnenct
ments ('fft',~i\'l' on Ft:brtl<1,ry 2. 1978.
4~ Cl-'H. Part 40a is amended ;J..S fol

lows:
1. Section 405.101 is amended by va·

catin~ and resl'nin~ pn.rr,graph (1\)(2)
and deleting tht~ reference to § 405.156
in paragraph (0): .

AGENCY: Hcalth Care Financing Ad
ministration (lIeFA), HE\V.

ACTION: Final rule.

SUM!\1ARY: This rule deletes a
number of obsolete regulations of the
r.:!cdicare program and re\'okes a foot·
note which is no longer lcr,nlly appli
cable. It is based on the policy of the
Depant to operate under a set of r(>gu·
lations which are clear. lo~ical R.nd
free of extraneous or incorrect materi
al. Deletion of these obsolete regula
tions will remove the confL:sion and
complexity they couid cause a reader
uniamiliar with their history.

DATE: This rule is effective on Febru
ary 2. 1978.

FOR FURTHER INFORMATION
CONTACT:

1\1r. Stanley Katz. Division Director.
Medicare Bureau, Health Care Fi
nancing- Administration, 6.;01 Securi
ty Boule\"ard. Baltimore, Md. 21235,
301-594-9319.

SUPPLEl.n:NTAny INFOnMATION:
The relr'..:lations deleted by this rule
are no longcr needed for the operation
of the -Medicare prOGram. They consist
for the r.1C,::;t pJ.rt of requirements

"which: (1) Applied to claims for rC'lm·
burscment for scr\"iccs provided more
than 5 years :':.go; or (2) involved spe·
cia.l eligibility provisions \\'hich have
not been applicable for more than 5
years. The footnOle whiCh is revoked
had noted the temporary nnncnforce·
ment of an e}jf~ibility provision b:L':;cd
on nn injunctioll. The provision has
.!.ince been uphcltl by tliC' .sunrcme
COllrt nnd the footnote is now defunct.

This rule is one step the Df'p:Htmcllt
Is taking i.1S part of "Operation
Common t:iense," an effort to make its

rlr.hls In inventions made under the
contract.
(Sec. 20S(c), 63 Stat. 3DO: 40 U.S.C. 48(Hc>.)

NO"fT.,-Th~ Gcnf'rlll 'Sf'rvlct's Admlnblra·
t10n 11M determined thnt this dO('lllTlt'nt
doC's not ("ont:di, fl. lllnjor llrOjltJ:,:-t1 r<'(jlllnlly,
pr\'l)arnllon of an Inflation.uy Im;)."tct
~tnt('mf'nt under F.xf'cuth'c Order lIH:!l nnd
Ol\lB Circular A-I07.

Dated: January 20. 1078.

JI\Y SOLOMON,
Adm 171 is! ro lor of

Generol Scrdccs.
[PH. Doc. 78-2874 Flied 2-1-78; 6:45 am)

Titl. 42-Public Health

[4110-35]

Deletion of Ob'oloto P.ogulalionl

CHAPTER IV-HEALTH CARE rmANCltJG AD·
",',li;ISTRAT:Oa. CEPART"'·.::rH OF HEALTH,
EOUCATIOl1, AND WELFARE

PART 405-FED~RAl HEALTH INSURANCE FOR
THE AGED AND DISABLED

by nn agreement signed by the organI
zation:

(11) If the organIzation is a ~ubsid

1ary or at filiate on:ani;'.n..tion, the
name of the other on:anizal.lon and a
description of the relationship;

(12) The nmount oC support from
each Federal ar:C'nc~' for research and
development activilics currently being
administered by the orP.anlzatlon:

(13) A statement of the orlo!:lnlza·
tiOD'S policies with r(':,:peet lo the shar
ing of royalties with employees: and

(4) A description of the uses made
of any net income j:;enerateq by the or·
canization's patent management pro
cram.

(b) Criteria for el'alllalion of a tech
Twlo9V transfer program. Defore an In·
stitutional Patent Agr(:ement is en·
tered into with a nonprofit organiza
tion, the organization shall have a
technology transfer prog-ram which, as
a minimum, shall include:

<1) An established patent policy
which is consistent wit.h the policy in
§ 1-9.107-3 and is administered on a
continuous basis by an officer or an
organization responsible to the organi
zation:

(2) Agreements with eInplo~'ees re·
Quiring the:n to ass:311 to the orr.r~niza·

tion. its desig-nee. or the Government
any invention conceived or first actu
ally reduced to practice in the course
of or under Government contracts or
assurance that such ag-:eements will
be obtained from employees prior to
the assignment of employees to Gov·
crnment-supported rese3.rch and de
velopment projects:

(3) Procedures for prompt invention
identific:1tion and ti~1(\1"y disclosure to
the officer or orgn.aization llclminister·
fig the patent policy of the i.nstitu
tion;

(4) Procedures lor invention evalua
tion; and

(5) An active and e'ffcctive promo'
tional prog-ram for the licensing and
marketing of inventions.

(e) Federal Coordinating Council for
Science. Ellgineering. and Technology
LisL A list of on~J.nizations that ha.ve
tcehnolor,y transfer pror.rams meeUI11;
the crit!cria set forth in § 1-9.10D-7(b),
prep.:ucd by a subcommittee of the
Committee on Intellectual Property
and l1!ionnation of the Federal Co·
ordinating Council for Science. Engi
nccrinr;, and Tcchnolo;,s. may .be uscd
in lieu of indi\"idu~u ar:cncy detcrmina·
tions of eligibility for Institutional
Patent A~rccm.cnt.s. However. the in
clusion of nn organL:.at Lon on the list.
,,'ill not preclude the i\~~cncy 1rom de
clining: an application for o.n Inst1lu·
tional Paknt Agr('cmcnt. It is P..Iso ex·
peeted t11:1.t the list. may be used by
some agcllcies in connection with
cr('atcr ril:hLS determinations or re·
Quests for the inclusion of clauses in
contracts r.iving: the nonprofit: organl·
z.ation the first option to principal


