December 18, 1978 -~ .~ 263-2831

Mr. Robert E, Gentry
Assgociate Vice President
University of Wisconsin

1752 Van Hise Hall o
Madisﬁn. Wiscongin 53706

I}ear Bob:

Re; NSF Instimtianal Agre&mem
No. mz .

We have reviewed the above agreement and find it canfmms with the
draft copy which we had earlier revieweé

This agreement describes what we beliwe wﬂi be 2 very workable
arrangement. We thank you for your efforts ia pwﬁding NSF to
action and for getting the University af Wisconsin tiw first NSF
Institutional Agreement, o

Vyéry truly yéur.é;}.

Haward W, Bremer | |
Fatant Counsel '
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. to as the Foundatlon, and

7 txves of the Pre51dent S Statement' L

 INSTITUTIONAL PATENT AGREEMENT

ThlS Agreement is made and entered 1nto by and between e

‘the United States of. Amerlca as represented by the

;Natlonal Sc1ence Foundatlon, herelnafter scmetlmes referred

-.‘hereinafter:referred'to as_the_Institution.t:ttf

5 w;TuESSErH:qL.”

WHEREAS, .1n accordance with the President s Statement.and.} -
 _Memorandum of Government Patent Policy, dated August 23
_.1971 and the Nat10na1 Sc1ence Foundatlon Act of 1950
~ amended the Foundatlon has adopted a pollcy recogn:zlng
~that the publlc 1nterest in the availab111ty of 1nvent10ns?'
.:'would normally best be served by allowing educational and L
.other nonproflt 1nst1tut10ns a flrst optlon to take tltleit:

to 1nvent10ns (subgect to certaln 1im1tat10ns) made under

" their grants or contracts if 1t is determlned that the3“-”r.
' ;1nst1tutlon has an establlshed technolcgy transfer progrem‘_:-ﬁ

which is administered cons1stent1y with the stated obgec~_it 
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' I. ' Sc0pe of Agreement

' Foundatlon.

.the followlng programs

- WHEREAS -the Instltutlon is de51rous of enterlng 1nto an '“f.

agreement whereby 1t has a flrst optlon to retaln such o

- ownershlp and to admlnlster 1nvent10ns made 1n the course'ﬁ't;

.tof or under research supported by such contractS' and

- WHEREAS the Inst1tut1on s patent polxcy as set forth 1n_e:

29

LCQeRCQS. _' Ul t.r—“ k&J A FQF”

.

"- and:its technblogy'transferhpractices have been'reviewed 1"'

and found'acceptable, in that sa1d pollcy and practlces :i_f

provxde for adm1n15trat1on by the Institutlon of patents

cin the publlc 1nterest and are con51stent wzth the stated ;ﬁfj
”obJectlves of the Pr951dent s Statement |

e-NOW THEREFORE 1n con51derat10n of the foregoang, the |

‘This Agreement shall deflne the r1ghts of the partzes_

hereto regardlng d1sp051t10n of inventlons reported aEEEE,

the date of thlS Avreement Wthh are made 1n the course .

'of or under research supported by contracts w1th the

1 It is agreed and understood that thls

Agreement shall not apply to contracts adminlstered under
2 _ _ :

1See Explanatory Informatlon

?See Explanatory Information -
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ST nhe
-*rand—rncludes any art method, process, machlne, manufacture,

:
f; may be patentable under the Patent Laws of the Unlted

'Further,'the FoUndation may provide'as a.ccndition'of:anyt

future contract that th1s Agreement shall not apply thereto..ﬂ'.

II;] Def1nit1ons

.(a)“ "SubJect 1nventlon" means any 1nvent10n or.

dlscovery concelved or flrst actually reduced to practlce

in the course of or. under a contract w1th the Foundatlon,f )

-

- i’- A _AL,M;A R

3
i de51gn, or comp031t10n of matter, or any new and useful
i

improﬁenent-thereof or any varlety of - plant whlch is or f

States of Amerlca or any forezgn country,ﬁnrgjonax UL

1(b) "Contract" means any contract agreement, grant
_ gnkal

._-—-*—"‘""

—

"'or other arrangement or egggggtgagt entered 1nto w1th the
Foundatzon, ‘and’ any snbcontract thereunder, where a f'. -
pufpose of the contract or subcontract is the conduct of

experlmental developmental or research work._ _f ‘_—

(c) "Made" when used in relatlon to any 1nventlon

or dzscovery, means the conceptlon or . flrst actual reductlon' e

to practice of such 1nvention 1n the course of or under a
:'contract R _ H _. _ _ o o
| ._(d)' "States" means the States ot'the-United.States,c-
the DlStrlct of Columbla Puerto'Rico, the Vlrgln Islands,.
Amerlcan Samoa Guam, and the Trust Terrltory of the |

tPacific Islands,




e S A i b

-(e)= "To the p01nt of practlcal appllcatlon" means
to manufacture in the case of a comp051t10n or product

to practlce in the case of a process or to operate in oo

the case of a machlne and under such condltlons as to"h°

establlsh that the 1nvent10n 1s being worked and that

its beneflts are reasonably acce851b1e to the publlc..'_r

I1I. Dlsp051t10n of Rights

- The Instltutlon shall have the rlght.to acqu1re.the.ent1re_”
.rlght title, and 1nterest thrcughout the world 1n and ff77
"to ‘each subgect 1nvent10n of the Instltutlon subm1tted
in an invention dlsclosure pursuant to V below, subJect e
.'to the prov181ons of thlS Agreement The Instltutlon shallf:_i i
_:1nclude w1th each 1nvent10n dlsclosure an electlon as. to |
-u__whether or not patent appllcatlons w111 be flled by or on :

behalf_qf the Inst1tut1on;_and where_they will be flled;._f7

previded that when an invention'report is made'immediately:'

~

‘after publlcatlon or use has taken place as requlred uy
-sect1en V(a) below, the Instltutlon may request an ,L

. extension of the electlon perlod..'If the Foundatlon
.refuses the exten51on the electlon nust be made W1th1n ihfa“'

'such tlme as dlrected by the Foundatlon.




IV. InstitutionvEmployee patent Agreements

The Instltutlon shall obtaln patent agreements from all

persons who perform any part of the work under a contract

i exc1u51ve of cler1ca1 and manual labor personnel requlrlng
"that such persons promptly report and assxgn a11 subJect

elnventlons to the Instltutlon or its approved patent

management organlzatlon.

V. Report of Invention =

'(a) The Inst1tut10n shall submlt g1 wrltten 1nvent1on '

report of each subgect 1nventlon promptly and in. any event'

no later than the t1me necessary to determlne the_'

"commerczal potent1a1 necessary for maklng the electiona'“'ﬂ

of sectlon III, above, prov1ded that in any case where

'publlcatlon or use has 1n1t1ated the one year statutory

_(b}- Such report'shall be furnlshed dlrectly to the |

Foundation_ln addltlon to any other requlrement_under-the

t'contract for the submission of progress or financial~'"'

reports and whether or not reference to the sub;ect

1nvent10n has been made in any progress or other report

furnished to the Foundatlon.-

(¢) . Such report shall 1dentify the inventor and

the contract under which the subject invention was

'perlod for patentlng, the report Shall be made 1mmed1ately.p .
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f_'pertains'a clear UnderStanding of its nature;-purpose

'operatlon and to the extent known the physzcal, chem1ca1

'_generated and be suff1c1ent1y complete in’ techn1ca1 detall
e_and approprlately 111ustrated by a sketch or dlagram to g

:tzconvey to one sk;lled in the art to wh;chﬂthe_lnventlon ;T"jlfﬂ.f;

'73_b1010g1ca1 or electrlcal characterlstlcs of the 1nvent10n.;-”

Such report shall_also 115t any known publlcatlon of the |

“'States.

'"-subjectfihvention-and if appllcable,'when any embodlment

Jthereof was first in publlc use or on sale 1n the United "

(d) If the Institution has Spec1f1ed that it 1ntends'"'“

| hcontrary, the Instltutlon shall promptly 1nform the

_Foundatlon to the extent not already done pursuant to'

'to f11e, and thereafter notlfles the Foundatxon to the":}ff

(c) above, 'of the date and 1dent1f1catlon of any known "

publication of the SubJect 1nvent1on or, where appllcable, of

.any contemplated publlcatlon and also the date the'

‘ subgect 1nventlon or any embodlment thereof was. first
~in publlc use or on sale in the Unlted States and shall'h
hfurnish such other 1nformat10n and have executed such

idocuments as prov1ded in VIII(h) as may be requlred to ;:'ﬁ

nable the Fcundatlon to make dlsp051t10n of- rights in V;“}.

lthe subgect 1nvent10n. '
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,h(e)' If the Instltutlon does not elect to f11e any

_patent app11cat10n on a subJect 1nvent10n,_1t shall also

'i'Isupply ‘the Foundatlon w1th any wrltten reports upon whlch

';.thls dec151on was made, such as marketlncr reports, patent

:,Searches or other 51m11ar reports ThlS 1nformat10n

tshould be supplled elther in conJunctlon with the SUb_j;.H,
‘h_ mission of the report requlred by (a), above, or at the'o
__Iexplratlon of any exten51on of the electlon perlod f}'ifh'

: pursuant to III, above.

: VI. Admlnlstratlon of Inventlons on Whlch the Institutlon
. Elects to File bPatent Applications .

(a) The Instltutlon shall requzre a531gnment to it

'"a_of a1l rlght t1t1e and 1nterest in and to each subject -

Cam

: '_.0\‘_ s

invent1on on Whlch 1t elects to flle any patent appllcatxont:TVE

-ufor admlnzstratlon by 1t in accordance Wlth and subJect to -

‘the terms and condltlons hereln set forth An a551gnment ,fh

from the 1nventor or inventors to the’ Instltutlon under'ﬂhIf“f=”

?h-eeach U. S. patent app11cat10n shall promptly be obtazned.:f:
-and recorded by the Instltution in the Unlted States .
”t Patent OfflCE, and a copy of the recorded assignment
jshall be furnlshed to the Agency.";" h.
'-(b) 'Except as ‘otherwise prOV1ded in any subsequentf.;l7

contracts the Instltutlon shall grant to the Government
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5 up 11cense to make, use,_and sell the 1nvent10n throughout s

+

VStates and states and domestic mun1c1pa1 governments
unless the Foundatlon determlnes after the 1nvent10n has 5"
been 1dent1f1ed that it would not be in the publlc 1nterest'

to acqulre the 11cense for states and domestlc mun1c1pa1

governments.

S (e) The Instltutlon shall admlnlster those subgect

'1nventxons to whlch 1t elects t1t1e in the publlc 1nterest '

"and shall except:as prov1ded in paragraph (d) below,lfs

-.of the Unlted States a nonexclu51ve nontransferable, pald- .

| the world by or on behalf of the Government ‘of the Unlted '5:&9

make them avallable through 11censxng on a nonexclusxve,:ftf =

'royalty -free or reasonable royalty ba51s to all quallfle&
.-appllcants | | L

(d) The Instltutlon may llcense a subJect 1nvent10n o
on an exclusive baszs if 1t determines that an exc1u51ve o

nllcense is requzred in the pubflc interest because 1t 1s e

. necessary as an incentive for develogment of the 1nventlon h_;'

ha - el

or because market conditions aLe such as to require ;'?'

- 1licensing on an exolhsive basiL-ln order to brlng the

:

'invention'into USe._ ‘The determ1nat1on shall be. made in f'“hf

..___...____________._‘

writing and a copy prOmptly furnlshed to the Foundatlon

at or before_the tlme an exclusive license 1s granted.
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u. S. ‘patent or. patent appllcatlon shall be for a 11m1ted

- date of the flrst commercial sale or use in the Unxted

.rprov1de that the 11censee shall use all reasonable effort

to effect 1ntroductlon 1nto the commerc1a1 market as soon

‘as practlcable, con51stent w1th sound and reasonable

business practlceS-and Judgment._ Any extension of the

 efmax1mum perlod of exc1u51v1ty shall be subJect to approval

- of the Foundation. Upon explratlon of the perlod of

exc1u51v1ty or any exten51on ‘thereof, 1lcenses shall be 5'

#

offered to all qua11f1ed.app11cants at a reasonable

'iroyalty rate not in excess of ‘the exc1u51ve 11cense B

B royalty rate.'f"

(e). Royaltles shall not normally,.be 1n excess of

faccepted trade practlce. The Instltutlon also agrees to

refund any amounts recelved as royalty charges on any -:

subgect ‘invention in procurements for or on behalf of

: Any exc1u51ve llcense 1ssued by the Instltutlon under a '_'w
“approved by the Foundat1on, exceed three years from the f

_'31nvent10n, or elght years from the date of the exc1u51ve g

“”sStates of Amerlca of a product or process embodylng the_f:iﬂ':

-_1lcense, whlchever occurs flrst Such llcense shall also o

5'per10d of time and such perlod shall not unless otherW1se:_e.fs"

~ b e g
.. N
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| VII.' Patent Management Organlzatlons TR

ethe Gevernment and to prov1de for such refund in any S
;1nstrument transferrlng rlghts to any party in such :”"

: invent1a1.u

(f) The balance of the royalty income after payment -*~:

100

ﬁof expenses 1nc1ud1ng payments to 1nventors 1nc1denta1 te

the adm1n15trat1on of a11 1nvent10ns a551gned to 1t f;

_pursuant to the.prov151ons ‘of this Agreement shall-be

utilized for the support of education or scientific

research.

(g) All liceﬁses-issued'by the.IhstitutiOn'to-otherj_7'

'.:than the Government of the United States under any patent
i:appllcatlon or patent on a SubJect 1nvent10n Shall be;;“
_pmade expressly subgect to the condltlons of this | _

'-eLAgreement and shall spec1f1ca11y reserve to the Foundatlon

,rthose rights spec1f1ed in- paragraph XIV hereof _ The

——T e

Instxtut1on shall upon request promptly furnzsh coples REEE R
pof any 11cense agreements entered 1nto by 1t to the :

i,Foundatlon

. f

s T R T

. e e
_.—\_‘ R R

o The Instltutlon may utlllze the serv1ces of the f0110w1ng R

patent management organlzatlonikat its dlscretlon- ;r




" QOther patent management organizatiens'willjnct be‘ntilized

?_by the Instltutlon unless the patent admlnlstratlon agree-: :

ment between such organlzatlon and - the Instltutlcn is ff'

approved by the Foundatlon..

' The Instltutlon shall not a551gn any subJect 1nvention:
-to partles other than the Foundatlon in c1rcumstances'

as set forth in this Agreement except that it may a551gn

'-*'3.:‘-'\\“"‘"\-

i -nghts in the 1nvent10n to the_abeve-}rsted—pa-tem%m,
':_managemen$=axganlzatlons or any patent management s

,organlzatlon whose agreement Wlth the Instltutlon has

been approved by the Foundatlon . Any reference to an
=8 S et o e

'Instltutlon 1n this Agreement shall also 1nc1ude(a patent e

,management organ%zatlon where appllcable and an 3551gnw. _pgf"

Q__,\_L.-. £ Q’\_?Y .

Hment to. such an'organlzatlonsshall be subject to a11

A

7tthe terms and conditions of thlS Agreement

VIII. F111ng of Domestlc Patent Appllcatlons

-

(a) Wlth respect to each subgect 1nvent10n on whlch

the Instltutlon has elected (or may elect) to f11e a

:domestzc patent appllcatlon pursuant to III_above,'thez S
_Institntion shall file or cause tc be_filed'a demestic_y'f:

:patent application within_s montns“after the eiection_f”.

has been made or such longer pericdﬁas may'be authorized'f'

by the. Foundatlon for good cause shown in writing,

provided, however, that if. the Foundatzon determlnes f)x
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- filed, the Institution shall deiiver to'the'Foundation'V”'

that there has been such use or publxcatlon of the'f,f_f*

-:1nvent10n S0 as to 1n1t1ate the one-year statutory
:perlod' the Foundatlon may, 1f it so notifies the |
_tInstltutlon w1th1n two months of the electlon,-prescrlbe )
..  a shorter perlod for the flllng of the appllcatlon 1n o
 the event the 51x—month perlod would extend beyond such
.;statutory perlod Such shorter perlod however shall-
in no case end more than thlrty days before the end of
‘,.the statutory perxod _ If the Instltutlon fails to flle

or cause to be flled an appllcatlon w1th1n the prescrlbed :tf N

perlod the Foundatlon may 1n1t1ate actlon to protect :“'

~"the Government s 1nterest and may requxre the Instltutlon-f;-

t'to assign a11 its rlght t1t1e, and 1nterest in the sub3ect‘1_ﬁ::

1nvent10n to the Government

(b) Within two months after such f111ng or W1th1n_'

two months of the first written dlsclosure_of such

_”invention'if a patent application previously hes'been

. a duly executed license fully conflrmatory of all rlghts _7'.'"'

'to wh1ch the Government is entltled and a copy of the'

appllcatlon flled 1nclud1ng the flllng date and ser1a1

nnmber, if then avallable. If not .then avallable

'they shall be supplled as soon as. avallable. The form of 4

hthe 11cense to be granted shall be as set forth 1n Exhlblt "ﬁ"*

%

'attached hereto and by thlS reference made a part hereof
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'(c) -The f0110w1ng statement shall be 1ncluded n~n

within the second paragraph of the spec1f1catlon of -any pf L
"'patent appllcatlon f11ed and any - patent 1ssued on a.:,"

.subJQthlnventhn'n'"The Government has rlght 1n thlS S

invention pursuant to Contract No.

(or Grant No. | o - ) awarded by the Nat10na1

Science Foundation,"

(d)'uFor each subgect 1nvent10n on whlch a patent

_applxcat1on is flled by or on behalf of the Instltutlon,
. the Instltutlon shall prOV1de to the Foundatlon .w1th1n
o_two months after a patent 1ssues on the appllcatlon, |

”*f_the number of the patent and a copy thereof..

(e ) Upon request the Instltutlon shall fully

—

- advise the Foundatlon concernlng a11 actlons taken ,;ffn'
[during the. prosecutzon of any patent appllcatlon
-*'cover1ng a subJectflnventlon and furnlsh coples of

_“any relevant documents as requested.n

* (£)  Upon request, the Inst1tut10n shall promptly o

"_'furnish'to the Foundation an 1rrevocab1e power of attorney-,
'grantlng the rlght to 1nspect and makercoples of any

'patent appllcat1on coverlng a subgect 1nvent10n and

papers relating. to the prosecutlon of-sald appllcat;ony

Bt el
. .




'7{_w1thout notzfylng and flrst offerlng to transfer a11

-permlt the app11catlon to go abandoned.

T L,

(g) The Instltutzon shall not abandon any Un1ted o

rlghts 1n and to such app11cat10n to the Foundatlon not

'.fless than thirty (30) days_prlor to the date a reply to-'h

not request a transfer of rlghts w1th1n flfteen (15)
.-""""_'

- days of recelpt of this offer, the Instltutlon may M

___jStates patent applloatlon filed on a subJect 1nvent10n fh:j-iathzg

_ the Patezit Office Action is due. If the: Foundatlon does

ﬂzf(h)t If the Instltutlon elects to f11e no patent R

appllcatlon or to abandon Prosecutlon of a U.S. patent e
.. appllcatlon on a subJect inventlon, it shall uPon _

'V'rﬁﬂﬂﬁft execute 1nstruments or requlre the executzoﬁ P
_{: of 1nstruments (prepared by the Foundatlon), and Suoh

'_ other papers as are deemed necessary to vest in the

Foundation a11 rlght titl@ and interest 1n the suhject f"

r_inventlon to enable the Foundatxon to apply for and

- IX. Flllng of Forelgn Patent Agpllcatlons o

"(a) Notw1thstand1ng the Inst1tut1on s rlght to

acquire the entlre rlght t1t1e 'and 1nterest throughout

~:the world 1n and to each subJect inventlon, the

'__prosecute patent appllcatlons throughout the world.r jr;j fH,'“




Inetitufion'shall-ccnﬁey fo“the“Govefnmeht"upon'reduest.

by dellverlng to ‘the Foundatlon duly executed 1nstrumentsifﬁs

"-hprepared by the Government the entlre rlght t1t1e, and‘_eeez

'llnterest in each forelgn country in whlch an appllcatlon o
for patent -has not been flled by the Instltutlon w1th1n':

| : (1} Eight months from the date- of a correSpcnd~ E
1ng Unlted States app11cat10n f118d by or. on behalf of L[“h”
the Instltutlon, crr-'_ | '._;  ::1 _lq ':__'__' _

(11) If no. Unlted States appllcatlon is flled

: but an electlon had been made to f11e 1n one or more hfe e'
i:forelgn countr;es six months from the date the 1nvent10h;j
.:-iscsubmifted_inhan_1nvent10n dlsclosure pursuant_ﬁo Y(a)_hh'
) above- of_ | . -. ”- ‘ xS e e
| (111) Such other period as may be approvedllnhe 35"
'.wr1t1ng by the Foundatzon."ﬁz L o
-(b)- The Inst1tut1on shall notify the Foundatlon
: promptly of each forelgn appllcatlon flled and, upon o
wr1tten request of the Foundatlon, shall furnlsh an
'Engllsh translatlon of such forelgn appllcatlon 1nc1ud1ng
fillng date and ser1a1 number, wzthout add1t10na1 o

'compensatlon.'
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lfany subcontract it enters 1nto involvxng research and/or'

'themselves

'-X.Ti Soboonfrects

' , N
‘Unless otherw1se authorlzed or dlrected by the Foundatlon,-. - i

'the Instltutlon shall include the follow1ng prov151on 1n'J‘“

development for whlch contract funds are utIIIZEd'L .
The Contractor hereby agrees to report fully

P

and promptly to T
S (Institution) S
any 1nventlon conceived or flrst actually reduced

:;to practlce in performance of thlS contract

(hereafter referred to as‘"such 1nvent10n(s)"

and to a551gn a11 right,_title and interest in-f

- and to such 1nvention to
) (Institution)-

or'its designee.

In addition, the Contractor agrees to furnish

the folloW1ng materlals, d1sclosures and reports-"
(i) Upon request such duly executed 1nstrc-
' ments (prepared by the :
‘ (Instltutlon) _
Tor its designee) and such ‘other papers as are
.deemed necessary to vest in the . :
- ..o ...+ AInstitution)

1It is recognized that there may be cases where use.
of other subcontract provisions may be more appropriate

-in accordance with the guidelines of the President's
. 'Statement of Government Patent Policy and that some sub-

contractors may prefer to deal directly with the Foundation =
with respect to their rights in subgect 1nvent1ons made by
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or its designee the rlghts

-% '-f'granted under thlS clause and to enable the

‘or its de51gnee to-'
_ (Instltutlon) o R T N IR X
. apply for and prosecute any patent appllcatlon,' '
_in any country, coverlng such 1nvent10n. -
(11) Prlor to flnal settlement of thlS

.chentract a f1na1 report 11st1ng a11 such 1nvent10ns

or certlfylng that no 1nvent10ns were concelved

or flrst actually reduced to practice under the__fﬁ

-contract.

 XI. 'Lists of Inventions and Certificationsﬁ o :Vt”§¢e' s

T Notw1thstand1ng the prov151ons of this Agreement _thertd7js:'f:_‘

Institutxon shall prov1de lzsts of inventions made w1th1nff'i7"

designated periods and-certlfications as may be requlred“'

byithe_terms of any contract.',.7"
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- X1I1. Disclosure and Publlcatlon

f:The Instltutzon shall not bar or prohlblt publzcatlon of
. d1sclosures of 1nvent10ns on Wthh patent appllcatlons

"have been f11ed.-

. "d1sclosure of any 1nformation relatlng to any subgect
'lznventlon whenever deemed to be in the pub11c 1nterest

'fe prov1ded that upon request reasonable opportunlty shall'f
 be afforded the Instltutlon to f11e U S. and forelgn f:'.

ee;ipatent appllcatlons S A

' CXIII. Reports on Development and Commerc1a1 Use

:The Instltutlon shall prov1de a wrltten annual report to
_the Foundatlon on or before September 30 of each year ;

':covering the preceding year, ending June 30 regardzng

the_deve}opment and commerc1a1 use that 1s.be1ng made

or intended to be made of all subject inventions leffe f

"f-for admihistration to the Institutioh.'-Sech'reports"“‘

shall 1nc1ude 1nformat10n regardlng development the e

'_date of flrst commer01a1 sale, gross sales by llcensees
- gross royaltles recelved by the Institutlon, and Such

'_other—data and-lnformatzon as the Foundat:on may spe01fy.__ﬁ_jﬁ

‘The Foundation shall have the right to publieh and"ﬁake_l-fxf'"

=~
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- XIV. Additional Licenses.

'(a)' The Instltutlon agrees that 1f 1t or its e

llleensees; has not taken effectlve steps wzthln three ;};iie
 'years after a Unlted States patent issues on a subgect
"_1nvent10n 1eft for admlnlstratlon to the Instltutzon to v
: brlng that 1nvent10n to the p01nt of practlcal appllca—'-
s'tlon, or has not made such 1nvent10n available for |
.11cen51ng royalty-free or on terms that are reasonable
| ':in the c1rcumstances .or cannot show cause why 1t should
lretaln all right, t1t1e, and 1nterest for a further L
_ per;od of tlme, the Foundatlon actlng through the Dlrectors:
' or his designee(s) shall have the right to requ1re'""? |
(1) assignment of-said.pateht tefthe United'States as
sﬁ.represented by the Foundatlon, (2) cancellatlon of any  '1
_outstandlng llcenses under sald patent “or (3) the
.granting of llcenses under said patent_tp appllcantsfohf o
_a'eonexclusive;_reyalty;free basis or on fefms'fhat'are. 
'-e.reasbnable in the circumstances, or (4)'eny combieetioﬁ ; -¥

'of,the above.

. (b) The Foundatlon reserves the rlght to 11cense

. or to requ1re the 11cen51ng of other persons under any

U;S. patent_or_U.S.:patent appllcatlon filed by the

“Institution on a subject invention on terms_fhat’are--s
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rmade by an 1nventor who is a Federal employee;

.T_reasonable in the C1rouostanoes,“upon a.determ1nat10n ?_'
bby the. Dlrector of the Foundatlon or hlS de51gnee(s)
_that the 1nvent10n is (1) requlred for publzc use by

‘:governmental regulatlons, or (ii) is necessary to

'_t_fulflll publlc health or safety needs, or. (111) is i

) needed for such other publlc purposes as may have beeo :
,Spec1f1ed in the contract The Inst1tut1on and 1ts .

t-11censees shall be given wr1tten notlce of any proposed

d:determlnatxon pursuant to this subparagraph not lessf '
'than thirty (30) days prior to the effectlve date ofid?
.”such determlnatlon and 1f they so request,_shall bed
' granted a hearlng before the determlnatlon is 1ssuedf |
~and otherwise ‘made effective.mf_p .

'=fxv;j Inventlons by Federal Employees

Nothing in this Agreement shall preclude the Government ”1fb

*2'from obtalnlng greater rlghts in a subgect inventlon -

XVI. Termlnatlon

HI.IThlS Agreement may be terminated by either party for
.'pconvenience upon thlrty (30) days wrltten notlce. :
DlSpOSltlon of rights in, and adminlstratlon of inventlonsi_;‘
'_made under contracts subJect to thlS Agreement will not o

_be.affected by such a termlnatlon;except thatrln_the_event :_'W




' “the Government termlnates thls Agreement because of a

- fallure or refusal by the Instltutzon to comply w1thg_;‘”'

1ts obllgatlons under paragraphs V, VI, VII and XII

B of thls Agreement the Foundatlon has the rlght to
_requ1re that the Instltutlon s entlre rlght tltle,'
rand 1nterest in and to the partlcular 1nventlon thh:;*3

' 5respect to whlch the breach occurred be a551gned to
'_the Unlted States of Amerzca, as represented by the' -

'33Foundat10n.

' XVII.: Background Rightsl
[pThis-Agreement'istnot intended to grant the.éovernment;]pzfi
'irignte in any:inventions other than enbject:invention53:'
'however; the Goﬁernment.reserves theeright to'negotietept
.t_for such rlghts in connectzon w1th the award of any |

”__contracts between 1t to the Instltution.

XVIII. Communlcatlons

"Requests for Foundatlon approvals, exten51ons, or sxmllar

actions; and other correspondence requlred by thiS"rm’

Agreement should be addressed.to_the Offlce of the,;_”:'

"Generai'Counsel Nationai Science Foundation 'with.one :
N copy to the Grants ‘and Contracts Offlce NSF. - Exoept
where spec1f1ca11y provided otherwise in thlS Agreement

‘the General Counsel or his designee-shall act as the ')t




'1p01nt of authorlty w1th1n the Foundatlon to grant such s
-_ approva1s exten51ons, or take such other Foundatlon'g_:*

Tf'actxons as may be authorlzed 1n thls Agreement

IN WITNESS WHEREOF each of the . partles hereto has

' executed thlS Agreement as of the day and year below

. UNITED STATES OF AMERICA

ngreement on behalf of said corporation, was then ;”'5

this Agreement was duly signed fqr;and:iﬂ behalf of

;.gsaid'cerporation by authority of its gbﬁerning_body

”of_seid corpofation;'and.that B

-'SZ'BYIW
Title
Datef
. _ (InStitution)
eie(CDrpora{é seél) .'-'Ile”f_ _.gy:” . S
 *.Da£e'
A .'CERTIFICATE | R S
1, o _ certlfy that T am the._  o
. Secretary of o ' o named above' |
‘that e R : e ,_who signed thlS.




ke ey o b

| ~ (Corporate Seal)f 1 -f '*  L"By

 and is wifhin,the scoge of its corporate powérs.-~

Witness my hand and the seal of said cdrpo:ation'this




Tk,

e s o e e s b it

A

' WHEREAS, o O of

LICENSE TO THE UNITED STATES GOVERNMENT =~

u .and_

.such invention;

: ]
‘has invented ' , and filed a patent . .
application thereon in , bearing Serial No. '~
C : S . (Country) - . R PO
and f111ng date ' ' S SR

. ;-WHEREAS the 1nvent10n was made 1n the course of research  }
' :Supported by the Natlonal Science Foundation under a o

_» and .

(grant/contract)

'WHEREAS the United States Government is entltled to certaln _
rights in and to said invention and application by reason of__
. the terms relatlng to such support and  _:__ L R

IH_WHEREAS the AR o herelnafter called

(Institution)

the "Licensor" has acquired by a551gnment from the 1nventor e

the entire right, title, and interest of the 1nventor to,

NOW THEREFORE"

1. The Licensor, in con51derat10n of the premlses and :
-other good and valuable consideration, hereby grants and
conveys to the United States Government a nonexclusive, ' -
~nontransferable, paid-up license to make, use, and sell

the invention throughout the world by or on behalf of the-

. Government of the United States and states and domestic

municipal governments* under the aforesaid patent appli-
cation, and any and all divisions or continuations, and

~in any and all patents or reissues which may be granted 2f

thereon during the full term or terms thereof

2. The Licensor covenants and warrants that he has the :
right to grant the foregoing license, and that any assign-

.'.ment or license which he may make of the invention or the A

said patent applications or patents thereon, shall.

"_expressly be made subject to this license.

* The term "and states and domestic munic1pa1 governments" -7 55'

) may be deleted with the consent of the Foundatlon.




'3. “The Llcensor agrees that the Government shall not be

estopped at any time to contest the enforceablllty,

validity, scope of, or title to any patent or patent';o 7"'”

appllcatlon hereln llcensed

'“34 Thzs 11cense shall not 11m1t the rlghts reserved to ” 
.~ ‘the Government under the contract(s), grant(s), or other
.arrangement(s) under-which'said_invention.was made;--' :

‘signed this _____ _day of __ 19

(Institution)

(Signature) -

(Print or type name)

(0fficial Titie)

CERTIFICATE

x, t" L, certlfy ‘that I am the

of the Institution named

-as licensor herein; that , Who ~

signed this License on behalf of the Institution 1S . - .
of said Institution; and that =
said License was duly signed for and in behalf of said

- Institution by authority of its governing body, and is:
"Wlthln the scope of its corporate powers. .- _ co

Signatdre

Accepted for the benefit of the Government ‘this .
-day of ’ 19 . : : LT

B

- .7 Deputy Geneéral Counsel
- National Science Foundation




