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DEPARTMENT· ",», HEALTH. EDUCATION. AND W.l!i£FARE
PUBLIC HEALTH SERVICE

NATIONAL INSTITUTES OF HEALTH
BE'lm\)$DA 3,.4. MD.

Mr. Robert 1'4. Underhill
U!l~versi.ty of Calit'orTlia
~40AdministrationBuilding
Berkeley 4. Califol?11ia

Dear Mr. Underhill;

I should like to acknow:l.edge rece1{lt of the signedagreelllent between
the Public Health Service and the University ofOa1~fol?rd.a,wnich
provides that the ownership and tiisposition of </.:U dom;est:l.c right$
in inventions primarUy l)oneemed with therapeuti¢s and pUblie llea:l.th
arising under PUblic Health service grants at1d award$ shan lile left
for administration by the University.

Now that this agreement has been reached, we slJ,ould like to estabUell
administrative proeedures to ea:t'ry out the varioUlil te1:'lIllil enumerated;

:l.. BeI20rting; of Patentable Inventions

a. Initial Report

Under the terms of i.tem (2) of the Agreement, 1t 1$ reque$ted
that for those 1nventi.ons wh1ch the Univers:tty and the inventol:' agree
are pl:'obably patentable. an init1al report be matie to the Div:l.sic>!il of
Re.seaNh Grants, to inclutie such informatiol'l as (a)tne name of the
inventor" (b) the relation of the 1nventor to the research work assist.,
ed by grants and awards from the service. (c) a brief deser:l.pt1on of
t.he In.vent;l.o.nt(d) a statement. 80S to the eircUlllliltaneee leadil'lg., to the
invention. (el the probable sign:l.ficance of tlle advance~nt on the
prior art which the :l.n'l1entl!.:on l:'epresentl!l. (f) l:'efepence to any prior
pubUcation or. ul!le. and. (g) a. st;atemen.t as to Whether (1Lpupl~cation
will l!luff1ce anti no patent application will-be filed or (2) the in"
vention w:l.ll be SUbject to patent apPlication.

In addit:!.on. in ease itls decided tot'11e patent apPlicat:!.on.
the repol"t shoulti include (a) the reasons leading to such eonc.lus!ol'l.t:J:~ ~:i~~:l f;~~ge~~c:::~$t:i~~e n=:~n:h:n~::l~b:t;::~nt
appliea:&ion. (A dupUcate$lgned copy of the license w~uldbe for""
wartied by the inventol:' to tihe Patent Office aloJ!g withtih¢ patent
appUcat:1:on. )

It is essential that the date of f:j.ling the pat¢nt appUcat;j.on
be reported because :l.t fUes the Peviod of the Gove~nttsoptionon
foreign v:1:ghts in aecordan<lEl with the proee;duresd¢$cvi'bed for eavry",
ing out Executive Ortier 9865 (copy enclo$ed, •. ) ·Tlle Ucens.e and the
tiate of filing of the apPlication and theseria:l. number ave necessary
both as a matter of carrying out ,the policy expreesed in Department
Ordep llO..l. and. also. to comply with GoverTllll.ent re~u1pements as to



the reporting and recording or the interest of the Government in any
patent or patent applications. A sample of the lioense which the
Government will require is enclosed.

b. Annual Report

An annual report showing the disposition of all patentable
inventions should be sent to us either on Decelliber 31 or June 30 each
year. Will you please advise us as to your preference in this regard.

2. Individual Appiications tor Research Grants

Sinee it is necessary to continue using the present application
for research grants forsorne montns, we are' requesting that you adVise
the'appropriate people in your institution of the agreeillent between
the Public Health Service and the 'University of California. ao that'
applications ,submitted in the 'future will reflect the proper statement
with t'espeat to patent pt'otection.' Until such time as the new appli-
oation planks are t'eceived by your institution. it will be saHsfactolY
if item (4) on the face f!!heet is, str10ken and the following sentenoe
typed in belOW;

nItem 4 governed by terms· of May 13. 1955
Letter of Agreement on patent protection"

If there are any further questions on this matter. please ad..
vise me.

Slnoerely yours.

Ernest M. Allen. Chief
Divls10n of Researel:i Grants
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DEPARrMENT OF HIl:ALTH~ EDUCATION~ AND \~LFAmt
PUBLIC HIl:ALTH SERVICE

NATIONAL mSTrrWES OF HEALTH
WA'ST~N(l1lJJ,)N!2'5y,D;. C.

Dear Mr. Underbill ~

F!eplyingto you:!:' 1e'l#ter of Janua:I:'Y 24 ~ 195!h I ample.aliled to
advise that it bas 'been dete)?ttlined.. PU:t'SWlUlt to proV1li110nlil of sectic>n
2(1:> ) of. Department Order 110...1.. "InVenticm$ F!elilulting from ReseaI'¢lb
Granta .. ll that tbe ownership and disposition of all dOmestic rights in
inventiOns under ifubUc Health Servlce grants and award$ made to the
Un1versity of CaUromia shall be left for ad.ln1n1$t~t1onbythe
U'nivers1ty.

I have noted. that the U'n,",versity agrees to .~end. it$ goveming
pOl:1cy andX'Ul.Els for 1nvElntions.afiQ d1scoveriEls that relilult from
Public Health Serv:l.ee grants and awa1fd.$.. as follows;

(l) Inv.entiV'e advances made in the eourseo't wor~ dded by
Jh.'lbl1c Health 8ewice grants oX' award.s sha.l1in pract:l.ce be made gen­
eX'ally available to the pUblic.

------------------- ------ --- ---- - ----------_ .._---------_ ..._--- - -~--- -". -- ----- ---------- -- --------------

(2) Iilxal\:l3!ve lieense8 will be issueaon1y tnmost unusual
eases and in no (lalile for more tllan five yeaX's without· X'efeX'xolil.l to tbe
Surge.on GeneX'al, PubUc Health Service .. for speeUic apprQv;il.l.

(:3) \lih11e the U'n1vereity doesdepen<1 em Whether an 1mrention
w111 meet a pUblic> «amandin order to dete~e whlllther Qr not a
patent should be sought, 1t will seek protective patents on invelil'tic>ne·
resultant from PubUc Health Service eUIi>lilor'l:; U the securing of the
patent 1s vUal to the good name of the UniveX's1ty and of the Public
Health Sewice and 11' no other ageney e:dsts to guard tne pUblic wel...
fare. In sueh eases wheX'e no income appears pOSfl.1ble, the eost must
be borne by the grant or by the ifublie Health Service.

This determ:i.nat1on.. upon your aeeeptanee .. w111 apply to inven'"
Uons under eurX'ent lbJi'a.l:lts and awards and to tMse made Wh1:le 1t re...
maine 1n effeet. We the~foX'e make the follOWing e~pUe1t proposala;

(1) The Un1vers1l;.y w:U1 make 1t$ Ciete~at:l.on$ in conformity
with the pol1des outUned in tl'niverlil1ty I'oUey Rf)gardililg Patelilt$~

dated March 27.. 1953, ali! lilupplementeCi l;ly your letter of Janua:I:'Y28, 1$\l54,
and as amended by your letter of January 24.. 195!h

(2) The tl'niye.rsity will agree~ fol;' thoseoa$es on whioh it
<1eterm:i.nss Iilot to file patent applieat:l.on "beeauss no 1neome appea"l'$
PO$s1.i:>J.e ..1' to encouvage :l.mmediate pUbUeat10n andlil1multaneou$ly to
~t'er the$e~alileli! to the ll"u.'bUc Health fi.!ewioe t'c;!l\" dedsion as to(;il.)
whether patent appUeat10n should be rUed, W1th cost bomeby the
ifublic Health Servloe, or (b) whether the .pUblie.atton itself would
suff1ce to PX'Oteet the puo11c interest.
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(3) The University will report to the Public Health Service
on each invention which appears to be patentable and which arises under
research assisted by grants or aW<;l.rds to the University by the Publie
Hea1.th Service. Such report shall be furnished immediately on the
fiUng of a patent application on any such invention. and the Univer­
sity will furnish to the Public Health Service an annual report show­
ing the diSposition of all such inventions.

(4) The University will reserve to the United States in any
such patent application and in any patent issued thereunder a non,.
excludve .. irrevocable." and royalty...free license to make and use .. and
to sell as provided by law" embodiments of the invention" with power
to sublicense. for ail governmental purposes.

. (5) The University will reserve an option to the Government
to file fGreign patent applications Gn any such invention" and will
convey tQ the Government upon demand the rights necessary to enable
the Government to pl?Ose¢ute such applications and obtain patents in
foreigricountries" such option to run for six months from the date
of notice to the Surgeon General of. the fi11ng of' a'patent application
in the United states. If tbe Government e1ther (a) failS to exe.rcise
this Qption witbln the period£lpe~ified" or (b) detemines within
this period not; to exerciSE:! :l,ts r1ghts tiG an option" the University
may dispOse Gf all fo:t'eign rights in the invention~ subject to the
reservation to the United States of a nonexclusive.. irrevoeable~
royalty~fl:'ee license to make .. use and sell elllbod1lllenta of the inven­
tion, with power to sublieense for all.governmental purposes.

If the proposal is aeeeptaQle.. please have the assent or the
Univers:!.ty indicated by your signature in the space below and return
one copy to the Division of Research Grants, National Institutes of
Health, Bethesda 14~ Maryland" retaining the other for your fUes.

Sincerely yours~

Surgeon General

The Regents of the
University of California

Mr. Robert M. Underhill
Un1'17ersity of Caltrornia
Berkeley 4, California

By -.."""""====- _
Seeretary

Date._...:Ma:.:::=-y~.:1:..:34!...:l;;.9"",5:...:5 _


