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~ Mr, Robert M. Underhill

Qgﬁniversity of California

240 Administration Bullding
‘Berkeley 4, California

' f}ear Mr, Underhill:

T will suffice and no patent application will be filed or {
-venticn will be subject to patent appliaatian.r

DEPARTMENT F HEALTH, EDUGATION, AND WuLFARE
PUBLIC HEALTH BERVICE
NATTONAL INSTITUTES OF HEALTH
BETHESDA 14, MB,

June i5, 3-955

I should like to acknowledge receipt of the sisned sgreement bebween
o the Public Health Service and the University of California, which

provides that the ownership and disposition of all domestic rights

in inventions primarily ¢oncerned wibth therapeutices and public health

arising under Public Health BService grants aad awards,ahall be left

for administration by the Hniveraity.

" Mow that this agreement has been veached, we ah@uld like to establish
Cadministrative procedures to carry oub the various terms epumerated:

1. Reporting of Patentsble Inventions

a, Initial Report

Under the terms of item (2) of the Agreement, 1t is requested
that for those inventions whieh bthe University and the invenbor agree

- are probably patentable, an inltial report be made to the Division of

Research Grants, %o include such information ag {2) the name of the

“inventor, (b) the relation of the inventor to the research work assist-~

ed by grants and awards from the service, {c) a brief description of
the invention, (d) = statement as to the circumstances leading to the
invention, (e S the probable significance of the advancement on the
prior art whieh the invention represents, (f) reference to any prior
publication or use, and {g) a statement as to whether (lz u%%icitian
e in-"

In addition, in cape it is decided to- file patent applieatian,

. the peport should include {a) the reasons leading to such conclusion,

b; the date of filing and the serial number of the application,
the original of the license to the Government under the patent

application. (A duplicabte signed copy of the license would be fors

warded by Lhe inventor to the ?atent Office alang wiﬁh the gatent
application.)

It is emsential that the date of filimg the patent apﬁlicatian-
be reported becaupse it fixes the period of the Government's optlon on
foreign rights in accordance with the procedures described for carry-
ing out Execubive Order 9865 {copy emclosed.) ‘The license and the

date of filing of the application and the serial pnumber are pecessary

both as a matber of carrying out The policy expressed in Deparbment

“Qrder 110-1, and, also, to comply with Government requirements as to
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- the reporting and regording of the interest of the Government in any
- - patent or patent ap@li@aﬁi@ns. A sample of the license which the
“gﬁevernment will require is eneleaed.

b,1 Annual Report

o An anﬂual regart shawing the dispasitian @f all patenbtable
~1nventi@n& should be. sent to us either on December 31 or June 30 each

V-year.. Wil you piease advise us aﬁ to your preferenae in thia regard,

| 2, Individual Aggiicati@na for Research Grants

Sinea it is ﬂegessary to ﬁantinua uﬁing the present applieation :
'“fﬁr reﬁearnh ‘grants for some months, we are requesting that you advise
the' appropriate people in your institution of the ‘agreement between
‘the Public Health Sewviée &Snd the University of California, so that’
applications subiitted In the future will reflect the proper sbatement
" with respect to patent prateetiana, Unbil such time ag the new appli=-
“cation blanks are received by your instibubtion, it will be sabisfactory -
~4f item (4) on the fa@e sheet iﬁ 3%riakan and the. follawing sentence

" 7;'typed in below:

- "Item- & gmvarmed by ‘terms of May 13, 1955
Letter of Agr@ement on patent prateeti@n

If there are any further qmeatians en thia matter,. please ad-
._visa me, . L : : : o

bsigaereiy yours,

Ernaat M, Alleﬂ, chief
Eiwisiaﬁ of Researeh Grants.

'Enels, 2




DEPARTMENT OF HEALTH, EDUCATION, AND WELFRRE
PUBLIC HEALTH BERVICE
HATIONAL INSTITUTES OF ﬁﬁﬂﬂ?ﬂ
. WASHINGTON 25,; . C.

March 21, 1988
Deer Hr. Underhill:s '

S Replying %o your letser of January 24, 1955, I am pleaaaa to
_aﬁvise that it has been determined, pursuant to provisions of sectbion
2(b} of Department Order 110-1, "Inventions Resulting from Reseamh

Grants,” that the ownership and disposition of all domestic rights in
inventions under Public Health Service grants and awards made ©o Ghe
: _xggivarﬁigy of ﬂalifarnia shall be left for aﬁmiﬂiﬁ%rﬂ%i&n bg the
- Un v&r& Ve | _ _

: Z have noted that the Univeraity agrees to- amand ita gaverniag
policy and rules for inventions and discoveries that result from
_?ublic Health $arvi¢e grants and awards, as f@llww&*

o {1). Inventive advances made in the course of work aided hy
?ﬁhlia Health Bervice grants or awards shall in practice be maéa Een-
erally available to the public.

. . {2) Exclusive liecenses will be issued nnly in most unusual
- ocases &nd in no case for more than five years without referral to the
:Surgean General, Public Health Servies, for specifiec approval,

(3} While the University does depend on whether an invanti@n

T will meet a public demand in oxder to determine whether oy not &
patent should be sought, it will seek probectlve patents om inventions.
- pesulbant from Publie Health Service support if the sseuring of the '
- ‘patent is viial to the good name of the University and of the Publile
Health Bervice and if no other agency exists to guard the public wele
fare, In such cases where no income appears possibvle, the cost muﬁt
be borne by the grant or by the Publle Health Service.

7 This determination, upon your accepbance, will apply to inven-
. tions under current grants and awards and Po those made while 1t rew
mains in effect. We therefore make the following explielt proposals:

- (1) Tﬁe-ﬁhivarsi&y will mske its determinations in conformity
 with the policies outlined im Universiby Poliey Regarding Pabents,
“dated March 27, 195%; as supplemented by your letter of January 28, 1954,
and aﬁ amended by your letter of January 24, 19%5,

{2) The University will agree, for those cases on which 1%
d@t&ﬁm&ﬂ@& not to file patent application "because no income appears
possible,"” to encourage immediate publication and ammulﬁane@usly 0
. .pefer these cases %o the Public Health Serviee for decision as %o (a)

whether patent application should be filed, with cost borne by the
Publiec Health Serviece, or (b) whether the gﬁbli@aﬁi@n its&lf would
auffice to protect Lthe public interest.
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f {3) The ﬂniverﬁity will report %o the Public Health Service
on each invention which appears to be patentable and whieh arises under

" presearch assisted by grante or awards to the University by the Public
. Health Service. Such report shall be furnished immediately on the

ammem———— R n

filing of a patent application on any such invention, and the Univer~
~sity will furnish to the Public Health Bervice an annual repart shew»
- ing the éispesiti@n of all sueh inventions.

(4) The Uhiversity will reserve o the Uhited 3@&@6% in any
*auch patent application and in any patent issued thereunder a nonw
exclusive, irrevocable, and royalty~free license to make and use, and
%0 'sell as provided by law, embodiments of the inventian, with power
to sublieense, for all g@?@rnmaﬂtal purnoses, ‘

: (5) “Phe Universiﬁy will reserve an option o tha Gavernmsnt:,
\ta file forelgn patent applications on any such invention; and will
_eonvey t0 the Government upon demand the righte necessary to enable -
the Government ko prosegute such’ aggliaatiens and obtaln patents in.

foreign countries, such optioh Yo run for six menths from the date

. of notice Lo the Surgeon General of the filing of a patent application

in the United States. 1If the Government either (a) fails to exercise
“this opbion within the g@riaé specified, or {v) determines within T
. this period nobt to exercise i%s rights to an optlon, the University
-may dispose of 8ll foreign righha in the inventlon, subject to the
_-reservation %0 the United States of a nonexelusive, ilrrevoesble,
. poyalty~free license to make, use and sell embodiments of the invena
f}tion, with power t@ suhiieensa for ail governmantal purp@ses*.,

: If the. prap@sal is aeaeptable, pleage have tha aﬁaent ef the
Univeraity indicated by your signature in the space below and returam
one sopy to the Division of Research Grants, National Institutes eof
:Health, Betheada 1& Maryland, retaining the other for your files. 3

Eincerely yaurs,._i

§urgé9p-ﬁenera1

‘The Regents of the
University of California

By
Chairman, {?itle}~50mmi§%ee oh
Finanea

_ Hniversit of ﬁalif@rnia o - ‘
~ Berkeley 4, California o Date May 13, 1§”r




