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SUllJI!:CTs PHS Patent Policy Relating to l(1I!iustr:i.al Screening of
COlllpounds DevelQpedwi th NIH Grant: runds

l'he Di.vision of Researoh Grants has received adv1ce from tile Office
of the Surgeon General that the Deparcmenl: Patents Officer baa agreed
to an over·,all l'llS patent pollcy relating to 1ndustrial screening of
eOlllPounda developed with NIH grant funds,. Accordingly, the attached
Example of an Amended Patent Agreement fOrlll has been prepared for use
at NlH in such cases.

NIH patent procedure Will henceforth require tllat the Amended Patent
Agreement be accepted in writing by the principal investigator or
program director, and the grantee institution, and DlUst be accepted
in writing and binding on the pharlllsceutical COlIIPany(s). before
issuance of Statements of Awa~d on any such applications recommended
for approval by a National Advisory Coun~il.

·Please note that the amended form substitutes for the patent agreement
set forth in clause 4~a) on the face sbeet of tbe Application for
&esearch Grant and is considered necessary in order to avoid any possible
confUct of intexests in CB.lles wI1ere cO!llPounds.developed wi!:hNIH funds
are submitted to pbama<,eutical houses for biolo9cal .testing and Ii new
use is discovered"

Ordiriar:Hy. die fomWi.U be tranlll!litted in triplicate to the grantee
iristit.utiou;oue 81 gnarl Npy to be recm:ned f",r deposit in tbe aUteLs!
JinstituteorDiviston fileso 'fne second and third c.opies would be re~

ta:l.ned by the grantee institution and the pilarmae.eul:ical cOllipany" A
fourth copy would be sent if more than one industrial £:im is involved,

By copy of this memorandum, all B1ecutive Secretaries concerned witnsuch
.applicationa are requested to Cooperate with the appropriate Grants Branch
direl' in identifying appUcattona in !:hia area,·

Your cooperation i.n identi.fying such <lases and in can'Ying out NIH
procedure will be very much appreciated.
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PATENT' AGREEMENT
(aubstitute for Cl~lii%~ 4,{$.) on m-* E~;f;
eneet of Iq?plic;lttion fo'?: it~1S't?~t'en Grm,t C~,,{t~}{}O}

In connection vdxh the compounds :to be synthesized a.nd/or developed under
the subject grant, which are submitted to a pharmaceutical company for screening
purposes, the gr.antee and the pharmaceutical company hereby agree to the follow­
ing conditions;

(Title) ._

(nat") ~

Uif: any invention arises or is developed in the course of the work aided by
the grant f the undersigned wi!l refer to the Surgeon General for det~ination

as to whether patent protection shall be sought and how the rights in the inven­
tion} including right6 under any p~tent issued thereonJ shall be disposed of
and ~.ldmin:i..Br..ered in order to protect the public interest.

4. There shall be ,reserved to the Government under any new use patent
obtained by the pharmaceutical company a nonexclusive, irrevocable J royalty-free
license ,to the. Government, with power to sublice.nse for all Governmental purposes. Ii

2. The pharmaceutical company shall report the results ofte8ting promptly
to the investigator and will furnish to him, for use by the PHS in connection
with any application for patent which the PHS may file, the information demonstrat­
ing any utility or new use of the compound.

1. The pharmaceutical company shall not make disclosures of the results of
cesting for a period of 12 months, except with the consent of all parties concerned.

3. The pharmaceutical company shall be pe~itted to obtain patent rights to
new uses of the compounds developed at its own expense, except where the grantee
contributed or participated in the conception or reduction to practice of such
new use, or where such new u&e patent would hamper, impede or infri:nge Ott. the.
intended use of the invention covered by the product application, or where such
new use i. within the field of resesrch wor~ supported by the grant.

The followin~ amended patent agreement is accepted by
g:;.~.a:a,t;~Wl ;tn.-<sti1,'tut..~on snd p'Itar~.etrtiC8.t e{~gny(~)

(Date)

(Title)

and becomes a part of the official application for Public Health Service eupport~

identified as ~>"'OOOO; . '

(AcCel'ted)_-,,,,.. -,.......,....,::-__'<'""" _

(Pha~caut~gl Company)


