DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE
WASHINGTON, D.C. 20201

OFFICE OF THE SECRETARY

August 29, 1968

~Mr. Howard W. Bremer

Patent Counsel

Wisconsin Alumni Research Foundation
Madison, Wisconsin 53706

Dear Mr. Bremer:

In accordance with our telephone conversation,
enclosed for your information are copies of
patent policies adopted by four different
universities. I will be in contact with you
as soon as I return from my vacation on
September 23rd.

Sincerely yours,

Charles B. Brown
Special Assistant for
Patent Policy

Enclosures




ATENT POLECY OF THE UNIVERSITY OF WASHINGTON o

~ (As Outlined in Faculty Handbook)

7:$eét§on 1. Patcnt P01:gy

a. The. prxn01p!c is hcluby :ecogni7ed that there are usua!]y fhree
interests involved in connection with research worlk and invention perfonmed
in the University by or under the direction of the rosearch and teaching
staffs of the University. These three interests are the research worker or
“inventor, the University, and the general public whose taxes and gifts support
the University. |[f the research is financed wholly or in part by an outside
‘agency, an additicnal interest exists, :

_ b. In general these interests are best served by immediate publication
~and dissemination of the results of the research. In some cases, however, the
interests of all are best protected by putenttng the dxscove:;es and inventions

resultlng from the research.

c. Neither individuals nor universities ordinarily have the experience
and resources for the preoaration and prosecution of patent applications, or
for the exploitation of 2 patent once it is granted. Consequently, the
Fourdattor for Research at the University of Washington was established in

\§‘\iéﬁds a nonprofit corooration primarily through alumni initiative to serve
85 an agency for the processing and exploitation of patents. Patentable
research and invention shali be reporteo to a University Patent Committese;,
which is advisory to the President of the University., [f the results of a

" particular research are such as to warrant patenting, staff members shall be
requived to assign their rights to the Foundation, with the understanding
that they will participate In the net profits derived from the exploitation
oF the patent, ‘

d. Research work financed wholtly or in part by an outside sponsor comes
“under the special provisions of the contract covering such work. All staff
membars or en PIOYC@S engaged on such research vork are bound by the provus:ons
xnrorporatcd in the agreement covering the work

e. An invention in which the University has no vested interest,
i.e., one which is developed by a faculty member on his own time and without
~the use of University faCIllt;es, may be voluntarily submitted by the
- faculty member to the Foundation for consideration as to its patentability
and for subsequent processing and exploitation if accepted. 1n such case,
the inventor will participate in the net profxts derived from the patent
on a basis mutually agreecable. 7 .

f. 1f the Foundation decides not to undertake the patenting of an
invention, the Foundation and the University shall then waive all rights to
the invention and the inventor shall be free to take such steps as he may
wish and at his ovin expense.’ ' :




o g. In October, 1950, the Foundation for Research at the University of

- Yashington and the University of Washington entered into an agreement with

- -Resesarch Corporatiocn, a nonprofit organization, in order to finance the

securing of patents and to arrange more efficiently for the issuance of

~ liceases to promote the use of inventions. The Foundation may wish to assign

~inventions to Research Corporation, in which case royalties are Timited to
15 per cent of gross receipts. One half of the revenues remaining after
‘payment of royalties is remitted to the coundat ion and the other half i3
“used by Research Corporation to nromote technical and scientific investigation
at institutions of higher learning. ' :

- Section 2. Procedures 0 Investigate Patent possibilities

e e

: a. In all instances vhere the results of the University research should
" be investigated for patent possibilities, a request for such investigation by
a University patent committes should be submitted by the research worker to
the executive officer of his department. : o

b. The patent committee appointed in each such instance will expedite
its jnvestigation and submit its report as promptiy as possible to the
president of the University. Such reports chould specifically recommend
whether or not a patent should be sought and should recommend a tentative -
" allocation of net profits to the research worker.

c. The patent committee referred to above will be appointed by the
President of the University on the recommendat ion of the appropriate executive
officer and dean. Such commitiees chall have not less than three, and
preferably five members. The research worker involved will not be a member
of the committee evaluating his work, but the committee shouid obviously
consult with him as to the details of the research. At least one member of
the cemmittee in each tnstance should be a close associate of the rescarch
worker involved and should be familiar with the research and its implications.
At least one, and prefeipably tvwo members of the committee shoutd be from
outside the department involved. : '

.
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University Policy Regarding Patents

T PREAMBLE

The Regents of the University of Celifornia is disposéd,
as Lereinalter stated, to assist members of the faculties and
‘employees of the University in all matters related to pateuts
based on discoveries and inventions developed in situations
where the invention has been conceived or developed by
them.

It is recognized that such inventions may, and frequently
do, involve equities beyond those of the inventor himself.
The use of University facilities or services, the particular
assignment of duties, or conditions of employment, the pos-
- sible claims of a cooperating agency, as in research supported

from extramural funds; these and -other sitwations may give
rise to a complex. of interrclated equities or rights involving
the inventor, the University, and a cooperating agency.
Such rights or equities must le appraised and an agreement
reached on the proper disposition of them, It is further
recognized that the 15th All-University Faculty Conference of
1960 adopted a resolution wiging further use of inventions
as a soutce of intramural funds for research within the Uni-
versity, Therefore, to appraise and determine relative rights
and equities of all partics concerned, to facilitate patent
applications, licensing, eguitable distribution of royalties, if
any, to obiain funds lor tesearch, and to provide a uniform
procedure in patent matfers where such originate within the
Univexsity, the policy herein set down is adopted.

_ STATEMENT OF FOLICY

1. A1l matters Telating to patents in which the University
of California is in any way concerned shall be administered
by an agency known as the University of California Board of
Patents.

9.a. The Board of Patents shall be appointed by The
Regents. It shali have full power of organization, except as
hereinafter provided, subject to the provision that it meet at
least once a year; and the members shall serve without extra
compensation at the pleasure of The Regents, The normal
germ of appointment shall be for three (8) years.

b. The Board shall consist of eleven (11) perscns selected

from among the faculties and the administration of the
Univeisity, and of such other groups as The Regenis may
determine, but of this number the Committee on Comn-
mittees of the Academic Senate shall select from among the
representatives at large of the University-wide Committee
on Research one (1) person to serve as ex officio member fot
a period of three (8) years, The Chairman of the Board and
Administrator of Patents shall be approved by The Regents

upon the recommendation of the President of the University.

8. The following powers and duties shall be exercised by
the Board of Patents:

a. To appoint a committee of experts to examine the
merits of each poténtially patentable invention and to cause
sucl committee to report its findings to ihe Board.

b. To determine the relative equities or rights held by the
inventor and The Regents or by a cooperating agency, if
- any, and o reach an agresment among all parties concerned
with respect to such cquities. ;
¢ To authorize applications for patent and to refain
patent counsel, in association with the General Counsel, for
matters pertaining to the filing of patent applications, the
Fl‘oscculion thereaf, zud the litigation that way arise there-

rom. :

Circumstances where the equi

d.To release patent rights io the inventor in unusual
ities so indicate, subject to his
granting a shop Tight to The Regents.

e. To negotiate licenses and other agrecments covering the
manufacture, use and sale or lease of patented articles, or
processes resulting from patents or inventions.

f. To arrange for and direct the collection of yoyalties and

fees and the distribution thereof to those entitled thereto. .

g. To assist in negotiation with appropriate University
officers to obtain from cooperating agencies agreements coil-
cerning patent rights to inventions or discoveries made as a
result of fesearch carried on under grants o CORLFACLS.

h. In its consideration of mattexs relating to each partice-
lar patent case of situation, the Board of Patents shall izke
into consideration the principles laid down in the patent
laws and in the court decisions of the United States.

i.To make such reports and recommendations to Fhe
Regents as The Regents shall direct.

4, Members of the [aculiles and employees shall make

appropriate Teports of any inventions they have conceived
or developed 1o the Board of Patents.

5. An agreement. to assign inventions and. patenis io The
Regents of the University of California, except those Tesuli-

ing from permissible consulting activities without usc of

University facilities, shall be mandatory for all employees, -

academic and nonacademic. - Releases shall be executed,
where - the equities so indicate, as determined by the Uni-
versity of California Board of Patents. Subject to overriding
obligations assumed by ‘The Regents, University faculty and
staff members who are employed under research contracts,
grants in aid or service to industry agreements or special
State appropriations covering specific activites shall make
such assignment of inventions and patents as is necessary in
each specific case in order that the University may discharge
its obligations, expzessed or implied, under the particular
agreement.

6. The Regents is averse to seeking protective patents
and will not seck such patents unless the discoverer O
inventor can demonstrate that the securing of the patent
is important to the University.

7.The Regents agrees, for and in consideration of said

* assignment of paten: rights, to pay annually to the inventor,

his heirs, successors, and assigns, fifty (50) percent of the
royaltics and fees received by The Regents after a deduction

of Giteen (I15) percent thereof for overhead costs plus 2

deduction for cost of patenting and protection of patent

rights. Distribution shall be made annually in January from
the amount received during the penultimate. yeat. In the

event of any litigation, actual or imminent, or any other
action to protect patent rights, The Regents may withhold
distribution and impound royalties until resolution of the
matter. :

8.1n the disposition of aiy net income -accruing to The
Regents from patents fust consideration will be given to
promotion of research,

Revised July 1, 1967
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PURDUE UNIVERSITY
. LAFAYETTE, INDIANA
Office of the President

1 May 1968

EXECUTIVE MEMORANDUM No. A-281
- {Supersedes Executive Memorandum No. A-~93)

AN Members of the University (Students, Faculty, and Other
Staff) ' ' -

- “Subject: Statement of University Policy, Principles, and Administra-

tive Procedures Relating to the Ownership of Patents, Copy-
rights, and Other Rights in Inventions and in Written and
Recorded Materials ' - :

Delimhamd

As used in this Memoxandum, the following terms have the meaning
indicated: : ' : ; '

1) Inventions-—All inventions, discoveries, processes, methods,

uses, products or combinations, whether or not patented or
patentable at any time under the Federal Patent Act as now
existing or hereafter amended or supplemented,

2) Written Materials -——All literary, dramatic, and musical materials
or works and all other materials or works, published or unpub-
lished, copyrighted or copyrightable at any time under the Fed-
eral Copyright Act as now existing or hereafter amended or sup-
plemented.

" 3} Recorded Materials —All sound, visual, audio-visual, and tele-

vision films or tapes, video tapes, kinescopes or other record-
ings or transcriptions, published or unpublished, whether or not
copyrighted or copyrightable at any time under the Federal Copy-
right Act as now existing or hereafter amended or supplemented.

4} Materials —m—Written Materials and Recorded Materials.
5) University Personnel-—Part-time and full-time members of the

faculty, staff, all other agents and employees, and undergraduate
and graduate students and fellows of the University. '




1I.

T

'_,_2_'

Professional 'Rights' of Facultf

' ‘Except as otherwise provided herein, faculty members shall retain
- all.rights relating to classroom use and to publication or distribution

of Materials which they have prepared. In those cases where the

University acquires a proprietary interest in any such Materials —-

see Section III and, in particular, Subsection 2) a)--the professional

" interest of the faculty member and the reputation of the University
require that there be adequate mutual control over the use of such

Materials. The extent of such control and the mutual rights with
respect to the revision and withdrawal of such Materials, the limi-
tations of their use, and provisions with’ respect to the termination

of use, shall be set forth in a separate contract between the Univer- '

sxty and the faculty member

Principle of Umversﬁy Ownership

1) General

Except as otherwise provided by separate written agreement cr
waiver heretofore or hereafter executed by duly avthorized
officers of the University, the University shall own all domestic
and foreign rights in and to any and all Inventions and Materials
made or developed by University perscnnel either

a) in the course of employment by the University, or
b) substantially through the use of facilities or funds prov1ded
by or through the University.

The rights owned by the ﬁniversity include all economic and prop-
erty rights as well as the right to patent Inventions and to copy-

right Materials,

2) Course of Employment

a) Written Materials and Recorded Materials

.

Materials shall be considered as having been made in the
course of employment only in those cases where the individual
was employed by the University for the specific purpose of
‘preparing or producing the Materials or was specifically
directed to do so as a part of his general employment duties.




b) Consulting Work

Faculty and staif members desiring to perform consuliing
- work for outside organizations are required to obtain the
prior approval of the President of the University. Inventions
and Materials made or developed solely in the course of con-
sulting work performed for outside organizations for which
. the approval of the President of the University has been ob-
‘tained shall not be considered as having been made or
developed in the course of University employment unless
otherwise provided in the President's approval. Accordingly,
all rights to such Inventions and Materials, other than those
. involving the substantial use of University funds or facilities,
~shall remain with the individual, provided, however, that
University personnel engaged in consulting work shall not
execute any agreement with any organization covering rights
in Inventions and Materials unless such agreement has been
approved by the President of the University.

3} Substantial Use of University Facilities or Funds

Funds and facilities provided by goverhmental, commercial,
industrial, or other public or private organizations which are
administered and controlled by the University shall be consid-
ered to be funds and facilities provided by or through the
University for the purpose of this Memorandum. All rights in
-and to Inventions and Materials made or developed through the
substantial use of such funds and facilities shall belong to the
University as between the University and University personnél.

University personnel will be required to execute such assign-
ments, waivers, or other agieements as the University may
require; but no such agreements shall be made by University
personnel directly with a sponsoring organization without the
approval of the President of the University, The University
reserves the sole right to make agreeménts with sponsoring
organizations and to include therein such provisions regarding
-the ownership and disposition of rights in Inventions and
Materials as it deems to be in the interest of the University and
the public. ' ' ‘ .




._4__'

IV. Equities of Participating Parties

1) General Policy

It is the policy of Purdue Unijversity to encourage and recognize

~the creative efforts of University personnel and, insofar as the

o Board of Trustees of the University deems it consistent with the

public interest, to share the financial awards of such efforts on
‘an equitable basis. This general policy may be rescinded or

. amended at any time by the University, and it is not intended_to
and does not create any legally enforgeable rights whatsoever in
any University personnel in respect to any present or future
Invention, Written Material, or Recorded Material. The rights
of University personnel in and to any Inventions and Materials
belonging to the University under Section III herein will be
created and exist only by virtue of written agreements between
"the University and the individual or individuals concerned, as
provided below. '

Determination of Eqguities

o
—

a) Determination by the Committee on Patents and Copyrights

The Committee on Patents and Copyrights {(the Committee)
shall determine

" (1) when the rights in and to Inventions and Materials belong
to the University under the provisions of this Memorandum,;
(2) whether University personnel shall be entitled to share in
the net proceeds of such Inventions and Materials and, if
S0, : :
{3) what the respective equities of the University and of the
University personnel shall be. :

.b) General Principle of Division

The Commitiee shall, as a general principle but subject to all
relevant provisions of this Memorandum (including, but not
limited to, those relating to sponsored programs), award a
two-thirds interest to the University and a one-third interest
to University personnel in the net proceeds derived from
Inventions and Materials belonging to the University. The
Committee may make a different determination of the equities




" of the respective parties depending upon the circumstances
of each individual case, and may waive or release any or all
of the rights of the University in appropriate cases. The

© Committee shall consider in each case the extent, if any, to
which the Invention or Material was made or developed par-
tially outside the course of employment by the University;
the extent, if any, to which the University's funds or facili-
ties contributed to the discovery or development; and such

"other factors as the Committee considers relevant and
‘material, '

c) Division of Equities Among University Personnel

If the Committee determines that more than one individual is - ' o :
entitled to an equity in any Invention or any Materials, the .
Committee shall determine the manner in which the equity

award to University personnel as a group shall be divided

among the individuals constituting the group, provided, how-

ever, that if such individuals shall have agreed among them -

selves, such agreement shall be conclusive.

d) Agreement Concerning FEquities

Notwithstanding any determination by the Committee, or any
other provision of this Memorandum, University personnel

shall have no equities or rights whatsoever in Inventions and -
Materials belonging to the University unless and until a
written agreement has been executed by the University and
the University personnel consistent with the determination of
the Committee.

e} Net Proceeds

The net proceeds derived from Inventions and Materials shall
mean the gross receipts therefrom (including, but not limited
to, rents, royalties, dividends, earnings, gains, and sales
proceeds), less all costs, expenses and losses paid or incurred
by the University in connection therewith (including, but not
limited to, all direct costs and expenses, indirect costs and
expenses as allocated and determined by the University, costs

and expenses of obtaining and securing patents or copyrights,
and all attorneys' fees), :




e

f.) Sponsored Reseaxch

- In cases of Inventions and Materials mzde or developed in the
course of sponsored research, the detsrminations of the Com~
mittee shall necessarily be subject to and limited by the pro-
visions of any contracts to which the University or University
personnel are parties, provided any such contracts of Univer-.

" sity personnel are authorized as provided elsewhere in this
Memorandum. ‘ S

g) University's Right to Dispose of I}wen‘cions_ and Materials

Notwithstanding any determination made by the Committee, or
. any other provision of this Memorandum, the University re-
serves the sole right to negotiate and enter into contracts for
the exercise, sale, or other disposition of any and all rights
in Inventions and Materials belonging to the University, under
Section III herein, on such terms and conditions and for such
considevation, if any, as the University shall determine, and
Uriversity personnel shall have no rights with respect thereto
- except the right to receive such share of the net proceeds, if
any, as the Committee determines, provided, however, that
_in the case of Materials, all such agreements by the University
shall contain appropriate provisions agreeable to the University
and University personnel involved pertaining to the use and
‘re-use of the Materials within and without the University, the
length of tirne in which the Materials may be used or re-used, -
and the revision or withdrawal of the Materials.

V. Procedure

1} Report of Inventions and Materials

All Inventions and Materials which may belong to the University
under the provisions of this Memorandum, other than Inventions
 obviously unpatentable, shall be promptly reported in writing by
the University personnel concerned through the appropriate
department head and dean to the Committee. If more than one
individual participated in the discovery or development, the re-
port shall be signed by all such participants. The report shall

~ constitute a full and complete disclosure of the subject matter of
' the discovery or development and the identity of all persons '




.pé_rticipating therein. The participants shall furnish such addi-

tional information and execute such documents from time to

. time as the Committee may reasonably request.

2).

Action by the Committee

The Committee shall promptly consider all reports of Inventions

and Materials and shall make the determinations required under

Section IV 2) within a reasonable time. The University personnel
involved shall be entitled to appear before the Committee and-

present evidence with respect to the report. The Committee's

. determination shall be made in writing and shall contain a state-

_3)

ment of its findings and grounds of decision.

Review of Committee Action

. The President of the University may review any determination

of the Committee, and he shall do so at the request of any inter-

- ested person. He may affirm, modify, or reject any determina-

. tion of the Committee, or refer the matter to the Board of
. Trustees of the University for final determination, with his

recommendations. If the Committee determines that in any par-

‘ticular case the University should have less than a two-thirds

interest in Inventions or Materials belonging to the University,
such determination shall be referred to the Board of Trustees
through the President of the University, and the action of the
Board of Trustees shall be final. The determination of the
Committee, the President of the University, or the Board of

. Trustees of the University, as the case may be, shall be final

4)

and conclusive and binding upon the University personnel involved
as well as upon the University. '

Organization and Powers of the Comrmittee

a) Organization

The Committee shall consist of eleven members appointed by
the President of the University. There shall be three ex-
officio members: The Vice President and Treasurer of the
University; the Vice President for Research of the University;
and the Business Manager of the University, There shall be
eight additional members appointed by the President for terms
of three years each. Three of these shall be appointed upon
the recommendation of the University Senate and shall be




drawn, one each, from the Senate Committees on (1) Faculty
Affairs, (2) Educational Policy, and (3} University Resources.
The terms of the Senate members shall be staggered to pro-
vide that one new member per year will be added to the
Committee. ' '

~ The Vice President for Research shall be Chairman of the
Committee, which shall elect such other officers as it deems

necessary. One of the Committee members appointed by the

. President shiall be designated as Executive Secretary of the
‘Committee and will be responsible for keeping appropriate
written records of its proceedings*and actions.

b) Powers

. Subject to the approval and authority of the Board of Trustees
- of the University, the Committee shall have the following
powers: '

(1) Make the determinations required of it by Section IV Z);
appoint such subcommittees and consult with such experts
as it may deem necessary in connection therewith; and
consult with the officers of the University concerning the
implementation of such determinations.

{2) Adopt administrative regulations governing matters under

 its jurisdiction not inconsistent with this Memorandum.

(3) Take such other action in connection with Inventions and
Materials in which the University has or may have an in-
terest as may be requested or approved by the President
of the University. ' o '

Vi. Miscellaneous

1) Memorandum Binding on University Personnel

This Memorandum as amended from time to time shall be deemed
to be a part of the conditions of employment of every employee of

the University and a part of the conditions of enrollment and
attendance at the University by students.




2}

Designee .

. The University may designate Purdue Research Foundation or
any other representative to act for it in any respect hereunder.

r

Amendments

© This Memorandum may be amended or rescinded in whole or in
. part at any time by the Board of Trustees of the University or

‘ by the President of the University under the authority of the

Board of Trustees. ' '

' Frederick L. Hovde
President




MASSACHUSETTS INSTITUTE OF TECHNOLOGY

PATENT AND COPYRIGHT POLICIES AND PROCLEDURES

January.S, 1968

-QBJECTIVES.
| The basic.aim of the pétent policy of the Institute is to promote the
progress of science and the_useful arts by ﬁtilizing the benefits of the
eétablished patent systeﬁ,‘ This policy is in aecord with Article I, Sectipn
8, of the Constitution of the United States:
I”Thé Conéress*shall have power..;To proﬁote'the progress of
science and useful arts by securing for limited times to
authors and inventors the exclusive right to their respective
writings and discoveries." '
 Patents provide a means toward the development and utilization of
fdiécoveries gndJinventions. .Institute patent policy has been established to
_ensure that those inventions in which it has an equity will be utilized in
a manner'coﬁsistent with the éublic interest. The Instifute is also aware
of tﬁe‘value of patents in directiﬁg attention.to'effective individual
~accomplishment in science and engineering. -

The Institute.believes that where‘possible it should make inventions
resulting from Institute reéearch available to industry and the publié on &
reasonable and éffective basis an& at the same time provide adequate recog-
nition to inventors;

In reCoggition of these obiectives, tﬁe Executive Committee of the Corpora-
'tion,'with the approval of the Faculty Council, adogted'oﬁ~April 5, 1932, a
étaﬁement of policy regarding iﬁventions, $he policy.has been‘modified in
certain particulars from'time to time to meet changed éondifions, especially

those arising in conjunction with spomsored research progranms.

S T B A - _ o Page 1 of 1
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POLICIES

INVENTIONS . _
The Institute believes that these objectives will best be attained by -
defining the ownership'aﬁd dispositipn of.iHVEHtions in térms of the categ0ries

- summariéeé below:

A. TInventioms which are éubject to.the terms Qf a.sponsored research.

“or other agreement between M.I.T. aﬁd a tﬂird party.

B. Inventions involving the significant use of funds, space, or
facilities adminiétered by the Tustitute, but without any Institﬁte
obligations to others in connection with suéh support.

C. Inventioﬁs not involving the significanf use of funds, épace,

or facilities administered by the Institute.

A. Inventions which are subject to the terms of & sponsored research or other

~agreement are disposed of in accordance with the terms of the applicable

agreement and normally become the property of the gponsor, or of the Institute

subject to a license to the spongor for its use.

Government Spopnsored Programs

s

Grants and Coutracts. With few exceptionsg, grants and contracts

applicabie to research sponsored by the Federal government provide

'fhat the goverument acquires rights to inventions "conceived or first
actually reduced to practice" in. the performance of the research, Thé
rights thus acquired by the government may, depending\on the terms of

the agreement, consist of title to such inventions, theiright to determine

their disposition, or the reservation of a royalty-free license to the

government on?the understanding that the Institute will take effective

1
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:steps_to develop the p?actical appliéations of the invention by-
1lcen51ng or other means.

Because of these commitments, the Instltute caﬁnot uwsually grant
requests that the inventor acquire personal ownershlp of inventions
resulting from government sponsored research. In special cases, however,
the Institute, by action of the Committee on Inventions and Copyrights,
may allow the inventors to receive from the Instituﬁe commercial rights
insofar as the Insﬁitute's.c;mmitments to the government permit, and

subJecf to such terms as the Commlttee may require.

Other Government Rights. In additiom, the Federal governmenL may

acquire rights to inventions which are in the field of a Federally
. ~ gponsored program of research in which the inventor has participated
or Whiéh involve the use of research equipment or ot
facilities, materials or services which are maintained by or derive
support from the Federal government. Such an invention should be
discussed with the DSR Patent Section and, if 1t is not éleai into

which category the invention falls, should be disclosed as outlined

vnder "Procedures.”

o Spongsored Researeh

“Contracts with industrial spomsors may provide that the sponsor acquires

Ll o}

patent rights, in which case the Institute acquires such rights, subject

L0 a licgnse to the sponsor, only when the sponsor elects not to. apply for a

~

patont, Grants;in-aid from industrial spomsors, as well. as grants from.
nrivate foundations, should not have patent restrictions. However, donors

ef funds for grants in- a1d will normally be entitled to a licenmse under any
pakants that the fnstitute may acquire as the result of work supported by the

grant-in~aid, such licenses to be on terms Lo be negotiated.
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B. Inventions involving the sienificant use of funds, space, OL facilities

administered by the Institute, but without any M.I,T. obligations to others

in connection with such support, are the property of the Tnstitute.

Academic graff, The Institute wili exercise its rights:in such .
inventions by members of the academié staff in whatever maﬁner will best
further M.I.T.'s basic_aims, giving full consideration to ﬁaking the
invention_available to industry and the public on a reasonable and
effective basis, avoiding unnecessary exclusion of any qualifiéd
manufacturer from the use of the inventions, aﬁd providing adequate
recognition to inventors.

| When in su;h cases M,TI,T. undertakes patenting and commercial
development and exploitation, the incomé will be shared with the
invenﬁor by providing him with a share of the gross royalties (normally
12 percent, but not more than the Institute's met share}.
Students. When an invention in this category is by a student; the

Institute will waive its rights and the jnvention will be the exclusive

‘property of the student, provided his rights in the invention are not
altered by the terms of any financial aid he may receive, includiﬁg

‘scholarships, fellowships, traineeships, thesis expenses, OT other

assistance, whether or not administered by the Institute, and provided
he does not subject the invention to government rights in fhe manner
.described under "Qther Covernment Rights" in the preceding section.
Staff members who are also part-time students shall be considered
staff mewbers imsofar as disposition of patentable,invéntions is

concerned.
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¢, TInventions not involving the sienificant use of funds,. space, or facilities

.admihistered by the Institute are wholly the property of the inventor.

..M.I,TF Qiil not construe.the payment of salary from unrestriéted funds
,'an the provision of office or 1ibréry facilities.as constituting significant
3 use of Imstitute funds, space, or facilities.

If the inveﬁtion relates to any Institute program of sponsored research
in which the inventor has partiéipated, he should review the circumstances
 Qith the DSR Patent Section. If the inventor is uncertain into which category
his invention fallé, he should disclose the invention as outlined under
"PROCEDURES , "

Any staff member or student whose invention falls within this category

P

and is the ig exclusive property, may avall himself of the opportunity
to eubmit the invention to the Institute for obtaining a patent and for its

commercial exploitation and management under terms to be agreed between the

inventor and the Imstitute.

INVENTION AGREEMENTS

The policies set forth above constifute an understanding which is binding
on Tnstitute staff, students and others as a condition of their participating
in Tmstitute research programs or their use of funds, space, or facilities.
Where the Institute may have an obligation to assign rights in inventions to
‘& sponsor, Oor may itself.acquire rights under this policy, it will require.a

[

formal patent rights agreement.

COPYR IGHTS
The Institute recognizes the traditiomal academic freedom of its staff
and students in matters of publication and copyright. However, where

comgmitments of a contractual natuxe to a sponsor require, the Institute shall

[
e .
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have the right to determine the conditions of publication and the dispositionm

_ of coPyrlghts uader a policy cimilar to that set forth for inventions. .The
rInstltute E copergnt commitments on sponsored projects are detelmlned by the
particular contracts under which the work is performed, The Institute will
endeavor to negotiate comtracts on such terms as will further the instituté's

. basic aims in copyright matters.

CONSULTING AGREEMENIS

E Any staff member who is engaged in consulting work .or im business is

'résponsible for ensuring that clauses in his agreements are not in conflict
with the patent and copyright policy of the Institute or with Institute
;COmmitmentsu- The DSR Patent Section will, upon request, provide sistance
in this reupact. The Institute's rlghts and the individual's obllgatnons
to the Institute are in no way abrogated or 1lm1ted by the terms of such
agreements. Fach staff member should make his obligations to M,I.T. clear
to those with whom hermakes such agreements and should ensure that they are

- provided with a current statement of Institute patent policy.
PROCEDURES

A ORGANTZATION

The Vice President, Research Administration, is responsible for
administrative matters relating to inventions, patents, and copyrights. He

shall serve as Chairman of the Committee on Inventions and Copyrights, which

-

"is appointed by the President. He shall represent the Institute in all
matiers of patent policy affecting the Institute’s relations.with government,

industry, and the public.
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The Committee on Inventions_ahd'Copyrighté advises the Institute on
patent problems arising from activities of staff and students, including
inﬁentorshiﬁ, equities betﬁeen inventors and the Institute, invent0r
”pérticipa?ion iﬁ financial returns, and the disposition of patent equities
 whiCh.the Institute does not wish to exercise. This Commiﬁtee.shall advise
as to iuventions on which patent applications are to be filed, the equities
| Cinvolved, the arrangements for -prosecution of patents and development of
inventions, the issue of liceunses, an& special patent, copyright and publication

“matters submitted to it for resolutien.

DISCLOSURE

_‘Inﬁentions Which May Involve Spomsor Preperty Rigﬁts

B Inventions arising in the course of sponsored projects, or otherwise
félling ﬁithin Category A, should be disclosed to the Patent Counsel, DSR,
on.formS'provided for this purpoée, with simultaneocus disclosure. to the
project supervisor or laboratory director where applicable} The disclosure
will be promptly acknowledged in writing. The circumstances of the invention
ﬁi}l be reviewed with those involved and the inventor will be.notified in

wreiting of the disposition that is proposed.

Inventions Involving Institute Property Rightsn-

A staff member or student whosé invention does mot involve the use of
sponsored funds and

1) in which the Tnstitute has property rights, or

‘2} about which there is a doubt as te the ownership, or‘

3) " which is his egcluéive property, but which he wishes to submit

to the Institute for patenting and commercial handling,

e T

Y make a written disclosure to the Secretary of the Committee on Inventions
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and Copyrights on forms.provided for this purpose by the'Secfetary of the

. Committee. " The receipt of this will be promptly acknowledged in writing.

Wlthln six weeks of the recelpt of the dlsclosure, the inventor wlll
" be notlfled in- writing of the decision om 1) the equities involved lnClu&xn
£1nanc1a1 participation and 2) whether the Institute plans to flle a paLPpL

appllcatlon. If the Institute‘éhooses neither to file a patent appllcation

" nor to dedlcate the 1nventlon to the publlC, the inventor will be given a

release in writing. If after the Institute has filed an application it
decides to abandon the patent ﬁrosecution, the inventor will be prbmptly
_notified in'writing.aﬁd all rights revert to the in&ento%.

In tﬁose cases in which the Imstitute has obtained a patent without
obligétion to sponsors, if no arranggment has been madé for commercial
“development within a reasonable pexiod from the date of the issuance of the
éatent, the inventor{s) may request in writigg a return of the Institute's
patent rights, The Committee on Inventions and Copyrights will eitﬁer grant
his request or will advise the inventor of the Institute's plans for the

development of his invention.

DETERMINATION OF EQUITIES IN SPECIAL CASES

Tn the event there is any disagreement between the Committee on
Inventions and Copyrights and the inventor or inventors, the Chairman of the
" Faculty shall appoint an Ad Hoc Faculty Committee to consider the issues

and make findings and reconmendations to the President of the Institute.

o




