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." INSTI'l'lJ'I'IONi\I. PNl'ENT AGREEHENT
.~~ .

',"GOVERNING GH.".NTS ANU lWIARDS FROM TilE
DEPART~1ENT OF HE1\LTlJ, EDUCATION, AND WELFARE

This Agreement made and entered into this 1st day of
December ,1968 ,by and between the United States of

·America as represented by the Assistant'Secretary (Health
and Scientific Affairs) of the Department of Health, Education,
and Welfare, hereinafter sometimes referred to as the Grantor,

d
Regents or the , " ,

an Tnelun1vers1ty of W1scons1n, here1nafter referred to as
'the Grantee;.

WITNESSETH:

WHEREAS; the Regulations of the Department of .Health,
Education, and welfare, covering inventions resulting from'
,research grants. fellowship awards, and contracts for
~research (45 CFRParts 6 and 8), provide in Secs. 8.1 through
8.5 that upon approval by the Assistant secretary (Health and
Scientific Affairs), the ownership and disposition of domestic
and foreign rights to inventions arising out of activities
assisted by grants and awards may be left to the Grantee
pursuant to its approved established patent policy, with such
modiEicdt.ions as may be agreed upon; and

WHEREAS, the Grantee is desirous of entering into an
agreement whereby it has a first option to retain principal
rights in and to administer inventions made in the course ot:
or under research supported by gr,ants and awards from the
Departme:1t of Health, Education, and Welfare, pursuant to the
aforesaid Regulations; and

, \"lHEREAS, the Assistant secretary (Health and Scientific
'Affairs) has reviewed the patent policy of the Grantee as

, set forth in the University's letters dated April 18, 1967 and
september 25, 1968 and the enclosures thereto,and its practices
thereunder, and has found them to be acceptable, subject to the
provisions of this Agreement, and that said policy provides
for admini.3tration by the Grantee of pat.ents in thL' public
int.erest. antI'i's consisLenL wit.h Lhe sl.ated objeclives or Lho
presid8J1L'g SlaLemcnL iHH.J t-2Ul1\OrzHH(llwo uf Gover·nmunl p ..\lurd..

policy, is'Jued uCluIJ'!l' 10, )<)(,);
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\ \ NOt.;, 'l'lIEREFORE, in consideration of the foregoing, t.he
parties heretc agree as follows:

I.. Scope 0 f A--'Lreemen t.

'l'his lIy rcelllen t shall define the r iyh ts .of the parties
hereto rcyanlin'j disposition of title to inven1.iolls made in
lhe course of or. und,er research supported by grants and

., awards. (rolll the uepartment of Health, Education, and \,elfare,
which are sUbjec1. to t.he Department Patent Heyulations and
are issued af1.er the date hereof •.

c·

:rI •.. Definitions

. (a) The term" subject invention" as used in this
. Agreement means any process, machine, manufacture, composi
tion of matter or design, or any new or useful improvement.
thereof,and any variety of plant which is or may be patent
able·under·the patent Laws of the united states made in the
course of or under research supported by grants and awards
.froluthe Department of Healt.h, Education, and welfare.

- •..

(- (b)
inven"tion
reductio·n

The term "made" when used in relation to any
or discovery means i1.s conception or first actual
to ·practice.

III. Disposi tion of Principal Ri<Jh ts to subject Inventions

'rhe crantee shall have the right to elect to Eile pat.ent
application in the United States and in foreign countries on

. any sUbjec'C -invention and to administer such invention pur
suant to the provisions of this IIgreement. Grantee shall
notLEy Grantor at the tiTHe each SUbject invention is reported
to Grantor as required by paragraph V hereof, if it intends
to file patent application(s) on and to administer the in
vent.ion. If Grantee does not elect to file a U.s. patent
application on. and to administer a SUbject invention, it
shall notify &~~ntor in sufficient time to permit Grantor
to file a u.s.··p'atent application thereon. In such event,

'all rights in and to such invention, except rights in any

October l'1GB

.' __ _ _....... _.".0-.. _-" _ .__ ,__.._._,._._,~ ~_-:-_

.-



r

:

"<3

3
I
'" £ul"cign patcnL" application filed by Grantee, shall be subject

La 0isposition 1..>y Lh.~ Grdlltor in accordance with its Re'gula
tiuIlS ~hen. in e i feet.

IV. SUPF,lementa ry pa ten t Agreements

(a) '1'he Grantee shall obtain patent agreements from all
persons who pe'rfonn any part of tho work under a grant or
dWdrd [rom Lhe DeparLmenL of Health. Educiltion, and \"1elfare •

. exclusive of cl...,rici.ll and manui.lllabor personnel. 'requiring
'thaL such persons promptly report'i.lnd assigll atl suhject
inventions t.o Grantee or iLs approved patenL mana'.lclIlent.
organizaLion~

. ' ......

(b) The Grantee shall include the following provision
in any contract it enters into involving research anel/or
development for which DHEI'! rese.archgrant or award funds
are utilized.. ,.,

.' ,

i (,

"The contractor hereby agrees to report fully and
pL·omptly to _

(Grantee)
any invention conceived or first actually reduced
to practice in performance o[ this contract
(hereinafLcr referred to as "such invention(s~').

and to assign all right. title and interest in and
to such iilvention to _:- -:- _

(Grantee)
or its designee.

"In addition, the Contractor agrees to furnish the
following materials, disclosures and. reports:

: ".

. ,. .>,'

"(i) Upon request, such duly executed
instruments (prepared by' the

."

deemed
(Grantee)

papers as areor its designeeV:;;;'iJd such other
necessary t.o vcs't;in the

"•. -,,:,...i.';
':;":: ' .: :,,,;',': (G t·antee)

or it.s dC:Ji<jnc..., \.1;'6: r il.JhLU 'IT"i1llled undel' t.hi:; e taune
iJnd' l<t~}i.l,)1J1e Uw • ._ ••• _.•,••' • __._.' .__ •.•..•__'

-" .,' «(;"oll Lee)
or its'designee to apply 101 ~nd prOHceute ilny
patent application, in any country," covering such
invention.

october 1968
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"(ii) Interim reports on the first anniversary
of this contract ...,here extended or renewed and· every
·year t.hereafter li"ting all such inventions made
during the period whether or not previously reported
or c.ert.ifying that no inventions were conceived or
first actually reduced to practice during the ap-.
plicable period.

"(iii) Prior to" final settlement of this contract,
a final report listing all such inventions including
all those previously listed in interim reports, or
certifying that no inventions were conceived or first
actual.ly reduced to practice under t.he contract."

•
l',

,

v. Report of Inventi~n "":'-.

(a) ·The Grantee shall submit a writt.en invention report
to the Grantor of each sUbject.invention promptly after con-·

·ceptionor first actual reduction to practice.

(b) Such invention report shall be furnished directly
to the Grantor in addition to. any other requirement under
any grant or award for the submission of progress or

. financial reports, and whether or not reference to SUbject
invention has been made in any progress or other report
furnished to the Grantor; s.uch report shall include deSCl"ip
tion of such invention, appropriatelY illustrated by a simple
sket.ch or diagram, to permit the invention to be understood
and evaluated, and such other infol:nmLion as Grantor may
require.

(c). The report shall specify whether or not Grantee
intends t.o file a U.S. patent application or any foreign
patent application on the invention. Notice of an election
not to fi~~_a U.S. patent application shall. be given Grantor
not-Iess-than ninety (90) days prior to the date a statutory
bar becomes effective.

(d) If the Grantee specifies that no U.S. patent
application will be filed (or having specified that it
intends to file, thereafter notifies the Grantor to the
contrary). the·;!ii:antee shall promptly inform the Grantor

.". ::{~{{:::~,:..

~:~;~.;~.'c
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of the dilte and identification of any known pUblication of
subject invE'Dtion made by or known to the Grantee or, where

,applicable, of any contemplated publication to be made 'by
or. kno\~n to the Grantee, and also the date sUbject invention
or an~' embodiment thereof was first in pUblic use or on sale

. in the United states and shall furnlsh such other information
(and have executed such documents as provided in VIII(f) as
may be required' to enable the Grantor to'make disposition of
SUbject invention rights).

VI. Administration of Inventions on \'Ihicll the Grantee
Blects to r'ile Patent Applications

(a) 'I'he Grantee shall require assignment to it of' all'
ri9ht~. - litle and' interest in and to each SUbject invention on
which it elects to file any p"tent applic"tion for administra
tion by' it" in accordance" ~lith ana SUbject to the : terms and
c6naiti6ns here in set" forth." l\ssignmen ts [rom t.::'e "inven tor
to the Grantee'under U.s. patent applications shall be promptly
obtained and recorded by the Grantee in the united States
patent" Office' and copies of the recorded assignment shall be
furnished to the Grantor.
C:'. ~

"

f c ;·.C .... tb)' The Grantee" shall grant to the Government of the
united states a nonexclusive, irrevocable, royalty-free
license' for' government<il purposes and on·beha1.f of any foreign

:gpvernment, pursuant 'to any 'existing or future treaty or
"a~recment witch the united staLes under each U.S: or foreign
patent'appllcatlon it"electsto [ile"on a subject invention.
The form of the license to be granted shall be as set forlh
in Exhibit "A", attache,d'hereto, and by this reference made
a parL'herEwf. : Any l:l.bense" issued by Gl-antee shall be made
expressly s\J.bject to thE/license to the Governrnent of the
United Staf;;'s. ,:}:'- .. :~~.

'r.:: (e) . Th~:,c~:r"ntee shall admi.niSter those subject inventions
to'which it elects to retain title in the pUblic interest and
shall, except as provided in paragraph (d) below, make them
availabie through licensing on a nonexclusive, royalty-free
or reasonable royalty basis to qualified applicants.

oetuLer l ')(,U
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(f) If permitted l>y its pat.ent policies and the terms'
of the gri:lnt or '<lward under which an invention is made, the

','-.

Grantee lOi:ly sh~teroyaltie!:l received with the inventor(s),
provided tltat"'l'iie'c;ran{;ee shull not pay the inventor(s) more
tlwn (1) fifty percent (50'X;) of thc first $3,000 <Jeoss
royalty paid under the patent, (2) twenty-five percent (25%)

, ------ -,----

(e) Any license granted by the Grantee to other than the
Government of the United States under any patent appiication
or patent on a subject invent.ion shall include adequate safe
yuar~~_against unreasonable royalty and repressive pract.ices.
Royalties shall not, in any event, be in excess of normal
trade practices. ::;uch license shall also provide that' all
sales to the U.s. Government shall be royalty free.

(d)' 'l'he Grant.ee may license a sUbject. invention on an
exclusive basis if it. det.ermines that. nonexclusive licens,ing
will not be effective in briny-iny such inventions to t.he

. conm,ercial market in a satisfactory manner. Exclusive licenses
should be. issued only after reasonable efforts have been made
,to licen.5e on a nonexclusive basis, or where the grantee has
det.enninect that. an excJ.usive license is neccssury as an in
centivE' [or development of the invention or where market

. conditions are such as to require licensing on an exclusive
·basis. 'Any exclusive license issued by Grantee under a U.S.
,patent or patent application shall bu for a limited period of

time anJ such periud shi:\ll not, unlcus' otherwis~' app,~oved b~r

,tht.' .\ssistant ;:;ecrctary (Health and Scienti U,C Affairs),
excucd three ye,u:s from the data 0 C the (irst commercial
Sille in the Ulliled :3tates of America of n product- or process

,t::mboJyiny the invention, or eiIJht years (I~om the di:lt:e of the
exclusive license, 'ofhicheveroccurs first, provided that the
licensee shall use <'lll reasonable cft:ort to effecl introduction
into the commercial market as soon as practicable, consistent
'Wi.th souno and reasonable business practices and judgment. Any
extension of the mmdmum period of cxcluL,ivity shall be subject
t.o approval of the Grantor. Upon 'expiration of the period of
exclusivity or any extension thereof, licenses shall be offered
to all L!ualified applicants at, a reasonable royalty rate not
in excess of the exclusive license royalty rate.

(
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of the gross royalty income 1.lctween $3,000 and $13,000, and
,(3) fifteen percent (15'10) of the (Jross roy;:l1ty in excess of

·,"$13,000. The balance of the royalty income after paymont of
expenses incident to the adminislr'ation of all inventions
assigned to it pursuant to the provisions of this Asrecment
shall be utilized for the support of educational and research
pursuits.

(g) All licenses issued by the Grantee to other than
the Government of the united states under any patent applica
tion or patent on a SUbject invention shall be subject to

. the con'ditions of this Agreement and shall specifically
reserve to Grantor those rights specified 'in paragraph XII
hereof. The Grantee shall, upon request, promptly furnish
copies of ·any lic'-'nse agre<.>ments entered inl:o by it. to the
Department ..

VII. Patent Management organizations

The Grantee shall not assign any subject invention to
parties other than the Grantor in circumstances as set forth
in this agreement except it may assign rights· in the invention
to a nonprofit patent management organization, provided that
the patent administration agreement between such organization
and Grantee is approved by the Grantor. Any reference to a,
Grantee in this Agreement shall also include a patent manilge
ment organization when applicable and an assignment to such

'an organization shall be subject to all the terms and condi
tions of this Agreement.

VIII.yatent Applications

(a)' Grantee Shall prolllptly [urnish Grantoe with a copy
0[' each u.s. putent upplicution filed in accordance with this
Ag eeement speci l'y iny the 1'1 ling ela te and the scr ia 1 numb"" r.
Grantee shall peompl1y notify Grantor of each foreign patent
application filed, includiny filing date and serinl number,

·and shall furnish a copy of each application upon request.

(b) upon request, Grantee shall fully advise the
Grantor concerning all steps and actions taken during the
prosecution of any patent application covering a subject
invention and shall, upon request,. furnish copies of any
final actions, amendments, petitions, motions, appeals, or

'other papers relating to the prosecution of said application.

Octobor- 1968
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(c) Upon' req~est, the Grantee shall promptly furnish
to the Grantor an irrevocable power of attorney granting the
right to inspect and make copies of any patent application
covering a subject invention or any of the final actions,
amendments, petitions, motions, appeals, or other papers
relating to the prosecution of said·application.

(d) The Grantee shall include the following statement
in the first paragraph of the specification following the
abstract of any patent application filed on a subject in
vention:

"The invention described herein was made in the
course of work under a grant or award from tile
Department of Health, Education, and Welfare."

(e) The Grantee shall not abandon any U.S. patent
application filedona subject i!lVe!ltionwithout first
offering to transfer all rights in and to such application
to the Grantor not less than forty-five (45) days prior to
the date a reply to the patent Office action is due. If
the Grantor does not req~est assignment within tl1irty (30)
days of receipt of this offer, the ~rantee may permit the
application to go abandoned.

(f) . If the Grantee elects to file no patent application
or to abandon prosec~tion of a U.S. patent application on a
SUbject invention, he shall, upon request, execute instruments
or require the execution.of instruments (prepared by the
Grantor) and such other papers as are deemed necessary to
vest in the Grantor all right, title and interest in the
SUbject invention to enable the Grantor to apply for and
prosecute patent applications in any country.

IX •... Invention Reports and certifications

Notwithstanding the provisions of this Agreement, the
,'Grantee shall provide invention reports .and certi.fications

ilS .may be required by the terms o[ any grant 01" award.

X. Disclosureanp publication ."

The Gran{~Q\~all not bar or prohibit pUblication
disclosures of inventions on which patent applications
been filed.

October 1968
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The Grantor shall have the riyht to p'ublish and make
disclosure. of any information relating to any subject invention
whenever deelned to be in the pUblic interest, .provided. that
upon request reasonable opportuniLy shall be afforded the
Grantee to file u.s. and foreign patent applications.

XI. Reports on Development and Commercial use

The Grantee shall provide a written annual report to the
Department on or before september 30 of each year covering
the preceding year, ending June 30, regarding the development
and commercial use that is being made or intended to be made.
of all subject inventions left for administ.ration by the
Grantee~ such reports shall include information regarding
dcyclopment, the dale of first. conmlcrcial sale, gross sales·
by licens·ees, gross royalties· received by the Grantee,· and
such other. data andinforn·,ation as the Depa\-tment may speci[-¥.~

c'

XII~ Additional Licenses

(

(a). 'I'he Grantee agrees that ·if it, or its licensee,
has' not taken effective steps within three years after a
United States patent issues on a subject invention left for
administraLion to the Grantee to bring that invention to the
point of practical application, and has not made such in
vent.ion available for licensing royalty-:free or on terms that
are reasonable in the circumstances, and cannot show cause
why he should retain all right, title and interest for a
further period of time, the Grantor shall have the right to
require (1) assignment of said patent to the united states,
as represented by the Grantor; (2) cancellat.ion .of any out
standing exclusive licenses under said patent; or (3) the
grant.ing of licenses under said patent t.o an applicant. on a
nonexclusiv.e, royalty-free basis or on ter.ms Lliat are
reasonabl"e in the circumstances.

."

----_._-_.. - .
_...:......---._-

(b) The Grantor reserves the right t.o license or to
require the licensing of other persons under any U.S •. patent
or u.s. patent application filed by the Grantee on a subject
invention on a royalty-free basis or on terms that are
reasonable in the circumstances, upon a determination by
the Assistant se'c'retary (Health and Scient.ific Affairs) that

. \'~t{(;8';~

..---,'-

October 1')68

_ ~ ._--l.- .. •. _._.;. • • __ •... _ ._. ---..'~-'---_._-'_.'-' -~_ ..~-.-"--.-._.-._-



.,

, ,"

10

the invention is required for public use by governmental
regulations, that the pulJlic health, safety, or welfare
requires the issuance 0 f such license (s), or tha t the,

'public interest woulcl otherwise suffer unless such
license(;o;) were granted. '1'he Grantee and its licensees
shall be given written notice of any proposed determination
pursuant to this subparagraph not less than thirty (30) days
prior to th~5'ffective date of such determination, and that
if-recCuest"ed, shall be granted a hearing before the deter
mination is issued and otherwise made effective.

•

XIII. Inventions by Federal Employees
"

,.-~?i;~;~~:·-
....

'.-<_. :;:)~~L

.... - ~ .

NO~withstanding any provision contained in this Agreement,
inventions mad~~~y Federal enwloyees, or by Federal employees
jointly with b~hers, shall be subject to disposition under
provisions of E~~cutive Orders, Governmental and Depart~ent

Regula tions applicable to Federal employees. ,-

This Agreement may be terminated by either party for
coiwenience upon thirty (30) days written notice. Disposi-,
tion of 'rights in, and administration of inventions made
under grants or" awards entered into during and subject to
this Agreement will not Le ,affected Ly such a termination
except that. in the event the Department'terminates this
Ayreeme't1t because of a failure or refusal by Grantee to
comply with its Obligations under Articles V or VI of this
Agreement., the Depart.ment shall have the riyht to require
that the Grantee's entire right, title and interest in and
to the particular invention with respect to which the, breach

'occurred be assigned to the united states of America, as
represen~ed by the Secretary of the Department' of 'liealth, ,
Education, and Welfare.

'XIV. Terniination

xv . Limita tion

It is agreed and understood that this Agreement shall
not apply to any grants or awards issued under statutes con
taining requirements for dL;position of invention rights with
which the provi.;ions 0 f this l\<Jreement are inconsistent." It
is ,further a<Jreed th<:lt allY cunsLituent. a'Jency oJ.' the Depill'l'
ment of lIe<11Lh, EdllC;ILioll, oI"d w,·t I'ar'e lllily, with the <lpj.>l'oval

.'

\,

October 19&0
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of the Assistant :;ecretary (Health am! Scientific Affairs),
,provide a3 a ,:,:olltlitioll of <lily <Jrant or award that this
A<Jreement shall not apply thereto. It is ,also agreed that
any constituent agency,,:6'~ the Department of Health, Education,
and welfare may provi-de,;, subject to approval by the Assistant
s'ecretary (Ileal Lh anu sc'{en tific Affairs), tha t this Agree-'o.
ment shall"apply to spE,~ific research contracts. '

" ,~~,c~ " "

IN WITNESS MIERBOF, each of the parties hereto has
executed this Agreement as of the day and year first above
written.

UNI'l'ED STA'l'ES OF AMERICA

',) - t. (' .../
lly_...l __-'-""'·.,'.:..·'_,·,_''...!" ",---'_'-'-'"''-''",--'"",--':::'=-"--_

•

(

."",-

, (corporate seal)

Assistant Secretary~or

,'l'itle.Health and Scjpnti fi.e-..Af.fairs

.-: ..

THE REGENTS OF
THE UNIVERSITY OF WISCONSIN

Tit1 e-.-;-c-y=::--=-:r=-:-:cr-rrr-::-::c:.-::c::-r::--~of Wisconsin

CER'l'IFICA'l'E

-.."

CIB,:ke Smith
'I, , certify that I am the
sccretal'y 01' The Regents of the University of Wisconsin .,
nameu above; tlla l Fre,d Harvey Harrington ,
,Who si...qned thisfAareement on behalf of said corporation, was

preaiaent 0 tile ". ,
then University of Wisconsin a<lix::s-::-<.td=o:::;'p;s:=cs;\;=<;
and that this Agreement was dUly signed for and in behalf of
said corporation by authority of its governing body and is
within the scope of its corporate powers.

Witness my hand and the seal of said corporation this
day' of __N_o_v_"_;:;ili_e_r , 19_6_8__

."

nnd ."

. (Cocporate- seall.,__
.. ~------- _.

(October 1968)



EXU III I'l' "A"

LICENSE TO 'l'HE UNITED S'l'ATES GOVERNMENT

WlIEREAS. __________-;_~_..,_'_:_---:_------~.o[

(Illventor)
• has invented
and. filed a patent

___-:- ~__• bear ing
(Country)

___~ , filing date ~; andserial No.

(Invention)
application thereon in

WHEREAS, the invention was made in the course of research
supported by grant(s) from the Department of Health. Education.
and Welfare; and

WHEREAS, the united States Government is entitled to
certain rights in and to said invention and application by
reason of the terms o.f said grant(s); and

by assignment
interest of

(

(

WHEREAS. the, :--_---:__-:-~-----------~-'
(Institutionj

hereinafter called the "Licensor" has acquired
from the inventor the entire right. title. and
the inventor to such invention;

NON, 'l'UEREFORE:

1. The Licensor. in consideration of the premises and
other good and valuable consideration. hereby grants and
conveys to .the United states Government a royalty~free. non
exclusive and irrevocable license for governmental purposes
on behalf of any foreign government pursuant to any existing
or future t,reaty or agreement with the United states under
the aforesaid patent application and any and all divisions
or continuations. and in any and all patents or reissues which
may be granted thereon during the full term or terms thereof.
As used herein, "governmental purpose" means the right of
the Government of the united Statces (including any agency
thereof, state or domestic municipal government) to practice
and have pxacticed (made or have made., used or have used. sold
or have sold) throughout the world by or on behalf of the
Government of the Unit-ed States .. '

."

october 1')68
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EXHIBIT "A" 2

________~ , certify that I

of the Institution

(

:'(

.. "4

2. The Licensor covenants and warrants that he has ti,e
right to grant the foregoing license, and that any assignment
or license which he may maKe of the invention or the said
patent applications or patents thereon, shall expressly be
made sulJject to this licenc.;c.

3. The Licensor agrees that t.hc Government shall·not be
estopped at any time to contest the en[orcealJility, validity,
scope 0(, or title to, any patent or patent application herein
licens·ed.

. (Institution.). L. ..• . ../ J4/ ·.1 .•~.-/ ,---.---~- '.' .
~~~t;-~'~-~~'~~crr~ V\>,'~_.·

(signal-ure) { . . • _ .

(print or type name)

Date
(Official Title)

CERTIFICATE

I,
am the
named as Licensor herein; that
who signed this License on lJehalE of the Institution is

oE said Institution; and that
said [,icense was duly signed Eor and in behalf of said Insti
tution by authority of its 'jovernin9 body, and is within the
<Ico!'e ot. its coq)OI:atc pow8n;.

Octoher 1968
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