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Note: Changes made in the introduced bill are indicated as follows: Matter
to be deleted is strieken through, matter inserted by unanimous con
sent is printed in italic type, and matter; insetted by amendment is
printed in boldface.

?A

97TH CONGRESS CH·';;.R''"
1ST SESSION ,;", ,• • 4564'

To establish ~ urrif0rmJj'e~eral sys~eJll for,maIl~g~1)'en~~l'rotection~ and utilization
of the res4lts pf feder.ll,llysi<!~~ored scientWcand.t~chriolo~ical re,search and
development; and to further iJiepublic interest of t\ie,Urii~ed Stat,es domesti-
cally and abroad, and for other related purposes. . .

IN THE HOUSE OF REPRESENTATIvEs

'SEPTEMBEJl23,19S1
Mr. ERTEL (for himself, Mr. FUQUA, Mr. WALGREN, Mr. BROWN of California,

Mr..H()LLENBE0l{,Mr.LAFALpE,; Mr. ApOOI~, :Mr.,.:MuRPHY, :Mrs, HEOK
LER, Mr. HUGHES,and :Mr,~IN~Lintroduped.th~ followiug bill; which
was referred joiutiy to the Committees on the Judiciary and Science and
Technology

iA:Blbl..
To establish a uniform Federal system for management, protec

tion, and utilization of the results of f~d,~rltllysponsored

scientific and technological researchand:uevelopment; and

to furthertl1e, pp,blic illterll§t()f the,lJIlited States domesti

cally and abroad,. and for other related purposes.
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1 Be it erJacted by the SerJate arJd House of Representa

2 tives of the United States of America in Congress assembled,

3 That this Agt mayl)e citg([..l1s. the "Vniform Federal Re

4 search and De~~lo;~~ntlMiz:ti~~Xct~(1981'"
TITLE I-POLICY

Sec. lO1.F'ili!lings,
Sec. 102. Declaration of purpose,

TITLE II-FUNCTIONS OF THE OFFICE OF SCIENCE AND TECHNOL-

~g~:g~~~~~i;~~=;~~~t~~TING\POUNCIL.FOR

Sec. 201. Federal Coordlliating Council for Science, Engineering, and Technology.

TITLE ill ALLOCATION OF PROPERTY RIGHTS IN INVEN~IONSRE
SULTING FROM FEDERALLY SPONSORED RESEARCH AND DE
VELOPMENT

Sec. 301. Ownership an.d rights of the Government.
Sec. 302. Rights of the contractor.
Sec. 303. Waiver.
Sec. 304. March-in-rights.
Sec. ,305, General Proyisjolls,
Sec. 306. judicial review. '
Sec. 307. Contractor's pay.rne,ntsto t4e,!l;9v,erlU!lent.
Sec. 308. Background rights. "

TITLETV-DOMESTICANJ) FOREI!l;:N" PROTECTION AND LICENSING
, OF FEDERALLY OWNED INVENTIONS

Sec. 401. Authority of Federal agencies.
Sec. 402. Authority of the Secretary of Commerce in cooperation with other Fed

~~a,1 a,g(ln<:ie~.,

Sec. 403. Authority of the Administrator of General Services.
Sec. 404. Grants of an exclusive or partially exclusive license.

TITLE V MISCELLANEOUS

QP:APTER J~D_~FINITr'ONS'; RELATIO~SHIP-:TOOTHER,LAwsf;,

Sec: 511. Definitioris.
Sec.. 512. Rd,ationship to other laws.

. OirAP;ER 2-AMENDMENTS TO OTHER ACTS

Sec. 521. Identified Acts amended.

J.86-300-0
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DECLARATION OF PURPOSE

SEC. 102. It is the PJlrpose of this Act to-

(1) establish a uniform Federal system for the

management and use of the results of federally spon-

(3) the public interest would be better served if

.greater efforts were made to promote the commercial

use of new technology resulting from federally spon

sored research and development, both in the United

States and foreign countries, as appropriate.

Sec. 531. Effective date.

CHAP:rER 3--,,:EFFECTIVE DATE PROVISIO",

1 TITLE I-POLICY

2 FINDINGS

3 SEC. 101. The Congress, recognizing the profound

4 impact of science and technology on society and the interrela

5tions of scientific, technqlogi9al, economic, social, political,

6 and institutional factors, hereby finds that-

7 (1) inventions in scientific and technological fields

8 resulting from work performed under Federal research

9 and development prowams constitute a valuable na-

10 tional resource;

11 (2) Federal policy on the allocations of rights to

12 inventions result~ng from federally sponsored research

13 and development should stimulate inventors, meet the

14 needs of the FederalGovernment, and serve the public

15 interest; and

16

17

18

19

20

21

22

23

24

J.86-300-0
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1 sored scie~tific anc:lt~chn~logicai research and develop-

2 ment;

3 (2) provide for uniforrn implementation of the pro-

4 visions of this Act,and
i
to make a continuing effort to

5 monitor such imp1EJmentation;

6(3) allocate rights to inventions by contractors

7 whi~h re~~it .fromfed~t~ii~i'~p~ns~red· research and de-

8 velopment so as to-

9 (A.) encourage the p~~ticipation of the most

10 qualified a~<I. ~ompeten{~oritr~~tcirs,

11 (l3) foster competition,

12 (0) reduce the admirii~trativebll~dens, both

13 f~rthe F~d~ral a~encies and its contractors, and

14 (D) protect the pllblic Inv~stmentin research

15 and development by promoting the widespread

16 utilization of inventions;

17 (4) provide for a domestic and foreign protection

18 a~dI{censing program to obtain commercial utilization

19 '~fiederally owned'inve~ti~ns, with the objective of
,.'"-

20 strengthening theNatioh's economy and expanding its

21 domestic and foreign markets; and

22 (5fafuend or repea16ther Acts and Executive

23 orders regarding the allocation of rights to inventions

24 which result from f~d~r~ny sponsored research and de-

25 velopment and the li~e~si~g'of f~derally owned patents.

J.86-300-0
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1 .TITLE II-FUNCTIONS OF THE OFFICE OF SOl-

2 ENCE AND TECHNOLOGY POLICY AND THE

3 FEDERAL COORDINATING COUNCIL FOR SOl-
")';,,;';

4 ENCE, ENGINEERING, AND TECHNOLOGY

5 FEDERAL COORDI~ATINGCOUNCIL FOR SCIENCE,

6 ENGINEERING, AND TECHNOLOGY

7 SEC. 201. (a) The Fllderal Coordinating Council for Sci-

8 ence, Engineering, and Technology (established by section

9 401 of the Natiollal Science and Technology Policy, Organi~

10 zation, and Priorities Act of 1976 (42 U.S.C. 6651» (herein

11 after in this Act referred to as the "Council") shall make

12 recommendations to the Director of the Office of Science and

13 Technology Policy (hereinafter in this title referred to as the

14 "Director"), with regard to-.

15 (1) uniform and effective plauning and administra-
.' ," (l ,

16 tion of Federal programs pertaining to inventions, pat-

17 ents, trademarks, copyrights, rights in technical data,

18 and matters connected therewith;

19 (2) uniform. policies, regulations, guidelines, and

20 practices to carry out the provisions ot't~is Act and

21 other Federal Government objectives in the field of in-

22 tellectual property; and

23 (3) uniformity and effectiveness of interpretation

24 and implementation by individual Federal agencies of

J.86-300-0
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1 the provisions of this Act arid other related Federal

2 Government policies, regulations, arid practices.

3 (b) Recommendations regarding matters set forth in sub-
',:.: •...C'. _.•_'

4 section (a) which are madeby the Council and adopted by the

5 Directo~~hall be transmitted toFeder~{agenciesthroughap

6 propriate channels.

7 (c) In order to carry out the responsibilities set forth in

8 subsections (a) and (b), the Council is authorized to-

9 (1) acquire data and~~ports from Federal agencies

10 on the interpretation and implementation of this Act

11 and related policies, regul~ti~ns, and practices;

12 (2) review on its own initiative, or upon request

13 by a Federal agency, Federal agency implementation

14 of the provisions of this Act;

15 (3) analyze, on a continuing basis, data acquired

16 by the Council;

17 (4) consider problems and developments in the

18 fields of inventions, patents, trademarks, copyrights,

19 rights in technical data, and matters connected there-

20 with and the impact thereof on Federal Government

21 policy or uniform accommodation or implementation by

22 Federal agencies; and

23 (5) publish annually a report on Council efforts,

24 findings, and recommendations made under this sec-

25 tion.

J. 86-300-0



7

1 TITLE ill ALLOCATION OF PROPERTY 'RIGHTS

2 IN INVENTIONS RESULTING FROM FEDERAL-

3 LY SPONSORED RESEARCH AND DEVELOP-

4 MENT

5 OWNERSHIP AND RIGHTS OF THE GOVERriMENT

SEC. 301. (a)' Each .Feil.~ral agency shall acquire on
:.>:,-,:-" ;;';' " _,' '; ':::";, <: J{:::' :'>:.;.;':!,:";'\: "/ ':

7 behalf of the' Federal Government, at the time of entering

8 into a contract, title to any invention made under the con

9 tract of a Federal agency if the agency determines that-

10 (1) the services of the contia~to; are for' the oper-

11 ation of Federal research and developm~nt centers, in-

12 clucfing Government-ow'~ed research or production

13 facilities;

14 (2) the restrictio~ or eliminatio~ of the right to

15 retain title to allY subject invention isnecess~ry to pro-

16 tect the nation~l security natu~~i of such activities;

17 (3) because of excepti~~~l circumstances, acquisi-

18 tion of title by the Government is necessary tri assure

19 the adequate protection of the public health, safety, or

20 welfare; ffi'

21 (4) the prkcipal purprise of the contract is to de-

22 velop or improve prodri'6ts,'pI"OCeSS~~, or methods

23 which will bereqllired forJse by Government

24 regulations:fJ"f'eiJ¥ded, 'kB~e~e~;' ~ the Federal

25 !Joe-eRev fRftYs1fll~eila:~~tIY" "'Boive~! ffi' ftRY Part ef~

J. 86-300-0
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'F~ts ,ef.theFeaeFRl,GeveFRfl3:eftt,tiftdep this. seetieft t6
. .---j'::".,: ",:",'. ":"':,, f:.:;,j:'-~-_,,\-, ,.: ,\: ',. ..:, -~(,: ';",",' .;

,lltlElh.,iRY~f1tiefl;i~ eeRfllFfRity:n:itli. tl!tl,.IlFeyisiefts ef ~".
" .. ' .. '.:' - .'. _.',. )"'.;. i...i;.'·' ',. ·... ,',i.. ,:.'.. :';>:,i. ';: .., i" ',,?,': ... '" :,' ,'. :... .'.. ,- :,., .. " .,- .. :"', .•'

weft ~;

4 (5) the contract is not to be perf0r1Jt.~d in the

5 Tl7fite4.$tates, its pq~~r~~iq,n§" orJ?uer.fq Rico;

6 (6) the contractor is a business entity,,"','." ;-,' ':>J ,-

that does not have a place of business located
-.--,'. --."', --·-'i-;;-·J-(:.,;,,: ",-..'. " ':",; 'iGj-~

8 in the .. United States, except that this para-
; "':"'.':-:~{{_i-_';:_::X-:,' \)' t,,': "'f:ere: f;· -'. ,':: ,,"'': '\':: .,' ',"

9 graph shall not require an agency to take an-,;'r,",',: ",>-,"J. ,,', '-"">'-, ,',_ :.- ..;.' __ ,·c···.',,·,,;'.'·,·, ,', .... '...... "',' "," '('.p"';-';

10 ,action in, violation of existing treaties or laws
',tii '(::-':-T::--",'>":,""<~::';''-'_;'_ "\1,: ': _i:,,_\,_; ,>--::' ,;' ':';

11 of the United Stat~s; or
, ..- ."__; -. .... ,. " ,-., , '._ .-. ,"," .... , ., ".- ,. " . .- .c', .,'.' , -. .-, ,", "c- .-' .,', __ , .,.~ '-.;

12 (7) the contractor is or is subject to the
"-- --, ", "~-,-i,?/i--':; -: ". -,.,- - ' ..

13 control of a foreign government,exc.ept tha,t

14 this paragraph shall not requirea,n agency tQ
; H.., ;;{i:

15 take an action in violation of existing treatie.s
; -,' ", .--, '-" '_. " ... ..- _",' ,"." , .'i-., --"..... ", _ '-;', 'c' ",' ,'_ .-". ,.;., ;, . _ . ..

16 or laws of the lJnited States.

17 The Federal. agencY7fl:ay ~'llbseq'llently waive .all or any part

18 ?t t~f r?B0tsotthe l('f~fr~r.(J;~5er:;!I'f~r;l under this .sectionfq

19 sW:h. inventil;!n in conformity with theprovisions of section
. ,!,~ .. " ..: ':',ii ...; -c·"'_ ,:"., "--.',".- .-

20 303.

21 (h)lIJ(}th~! sit~ations not .cove~ed by subsection (a) each

22 .Federal ag.ency .shll,ll a9QWre .on beh!llfof the Federal Goy-.
. ' ...-.- '._.- .,._ ,.;. '.r"·_.··,, .. ·· "" . . .

23 ernment, at the timeof contracting-

24 (1) an agreement that,if tIle contractor elects not
'.i+;-::'_' -' ,.,:,:,,}!,:,-,->o;,/;,:o'_' :':\F;:,:--,;;:/~;,:~y->:-;_c::_'" . .'. .:.:_:::-, -,_

25 to file a patent applipation on a subject invention in
'-"'.. ,",. ",,,.,:;--.,,,.-- ..- ,.'."'-'.' ".'''-''.'',.-

J.86-300-0
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1 'any"country, ,titIeto<suchan.invention shall be as-

2 signed to the FeileraFGovernment;<subject to the

. 3 right$ retained by thecontracforx uniler section 302;

4 and

5'(2) an agreement ,thaW if the contractor elects to

6 file a patent application in accordance with section

7 302-'

J.86-300-0--2

20 . (B) the GoveJrIlment shall have a n6nexchi-

\;.dortloflhfoJrfuatioIl·Act' (5 u'S.C:'552);19

21' iiVe, hdiltfansferal'llll',:i!Tevocable,pllidi uIl ··license

22 :toIlJractideoJr haVe'pra()ticed aIlysUbje()t invention

23 throughout the world by or onbehaIPof;theFed~

24'.'erll,1 G6veJrhrtient,andmay,iP p'rllvided in such

25 agreement,naVCadditional rights' tostibliceriie

8' (A) the FederaJagencyshllll have' the right

9 to require periodic Wl'itten reports c' llit reasonable

10 intervaliand; wIlen. specifically requested·by,such

11 agen.cy,l'epol'tson. the'eel'ftffiereial lifrecornmeri-

12 cii1lizdtidnol' 'other;fotm'oftclttiliiationxcby the

13ptibli() thlltisb'eing"made·· or is> intended'· to be

14 made ofany'sn.bject ihVeiHion:·· Prdvided;"Tliat

15 any such ihfol'mationshllllJbetl'ell,tedby ithe'Fed-

16 eraHigency as cofumer()ialol'financilll inforiliatioh

17 obtaineaffomll:pers~ilandpriVilegMorconfiden-

18 ....... tillil and'not:sb.bjectUtodIs()losuteunder the' Free-
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7 RIGHTS OF THE CONTRACTOR

(b}Whenthe Government,obtainstitle;to an invention
,', .' -', _,.' • .'.,.' .'.. _.," .c, ,,' .:,' c· '._., . .'_, .." ..'~.:"'_ ': .' .,.. ,',,' .','_.. : ."' ".' ".,'. ,'," ""..... :. ':_ ,

1 ,any'State ,or domestic local government or to sub

2',Ucense ,anyforeiglhgovermnent. purslIant to for-

'3: eigne policy considerations, or any existing or

4 future treaty or agreement, when it is·determined

5 to',be in the natipnalirJ.ter(j~t to"ac!l)Iire such addi-

6' tional rights•.

SEC;' 302L(a) Wheneyer !1icolltractor enters into a con

)!!L track.witha,Federalutgen,cyuother.than in, those circum

10; . stancesjdentified in' section, ,301 (q,), the contractor ffi' ifweH.

11,te¥,shall have the> option of,retaiu,ing tit.Ieto any invention

12 madeunderthe;contract.S)lch rightsshalL1:Je subject to the

13 limitations.set forthinse(Jtion:3Q:!aIl~the provisions of~

14fl@Qcctio11s 801(/))@) q,n~I,lQ5. Such, opti9n shall be eXer

15..;cised1:Jy notifyingthe,<:!overIlIlleJ;ltat thetiIlleof disclosurei9f

16 ,th,e.irJ.veJ;lti()J;l>or\<vith,in; ~ll(jh;time ther(jafter as may be PI'O

l[i',vjde.d inthec9ntra(jt. 'I,'.he,GoyernIllentshall, obtain titlet()

18.·, anyinyeJ;ltionf()rwhicp.,tj:J.i~9.pti9nisn9t(jxel'cised.

2Q;uJ;l~er~ection3Q1. or. fj@(q)j;the;})oJ;ltractor shall retain .. a

,21J;ione:x:cl)Isiv(j,.royalty-free'liceJ;l~e.whi()h Shall be revocable

2.2·9nly tothee:x:tent. Ile(je~~ary f01' .the..G9v;(jr;nIJ;lent to grant au,

23, :ex.clu~ive license.

24 '(e) If fA eo.ntr;qc.to.r.tXgesrfpte~erq~s~ its;pption to retq,in

215 .·,#tM, the Fe~~~!!i{. a[J~neym!!iY .c.o.p~ider· qpd,.after eonsultatipp

19
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1 with the contractor, grant request:s for retention of rights by

2 the inventor, subject to. the provisions of this. ,:Act.
e-' -: ,,-0 '._",- F ';', .".,_ ._..... _.•i ":- ,_, ,'.,., .:.... .<...- .,' ", .;-, :- '" __, \'/ ..'C,'· :.'. _,:' .. ,. ':.:: :: :" ,': , .•. __.... ,,- :;:: ':':c !.: "; :-'.,i ',' {-;,' ,

3~M";:EJR

4 SEC; 303. A .E'eq/!ratll:~~p.c,YI11lJ>y,~t:~p.y t~I)1x waive fLll

5 or any part of theri~~t~ ~f, t4~UI,lited States under this: title
6 se?tion ~q1(aJ. to. alwjAYep.~ion()rpllJ>ss?f iI,lxenti()I,ls made()r

7 which may: b.:.~.. I}clad/!by:!tny:p.erson. or .. cl!tss o~perSOllS ....under
.. "'.: .'. _.<.'_<,,:: ';',.,'._" .. L • .,. _'.. :,: :._ '_ .. _' .." '_ ',' : , .. <." ,', ..

8 . the contract. of the. agency if..the. agencydeterI}clines that t;h.e
_., .--..... ','_: ",': ,.... , ',' ":.,' ',.': .: c'" C".' .. ".-:- '.. ' '_' '_,' .c.'." "', .',', _,", -,' " .. _, :...: :.-,:< ,".', L e :', ::. '-': .'.. ..

.9.pondit~on jllstgY:W~ac9cuisiti()p.: pf. :~itl~lJythe:.: G;O",emI}cl~llt

10 11nderseption301no longer e!l\ists or. th~ illter/!sts()f the

11 lIn,ited :.:. Statl)s .l1p.d: the :g~llgraL IllllJIic .. will. be .b~st .. served

12 .thereby. Theagel1cyshall I}clai;ntain a record, which. shallbl)
•. -.,.',.... ;:,...< :.-"--",'-,,." .....';.,_ , .....'.'. ,,:, '·":.,:.".L"."'-:',:·-,;:".'·' '<.'.:..' ',,' ~··;r.;·;, --'..:.: ,.. /.::;::.-"c ', ..:

13 made public.a.lld peri().dically llpd!!,tlJd, of detl)rwin!!,ti()ns.ma.d.e..
. . ' ......' .. ,." ,'..', .::...".'•.. "', "" ....'.,' ..:i·....-',:' '--'.: ,:.,'. ",.:. .'.,' , " .;'." ,"'._,', ."'.' ..

14 un~ertlli~.secti()n.~..maBng s1!ph cl.et.erminations, the

15 agency;~hall:po:qsi4~rth~ f()Howug objectiv~~:.::.

16(1) enQ()url1gil).g:~ll~,;vide.l1YMlfl,bility.t()}he public

17 of the benefits of the experimental, deT~lOPl11ental,or

18 .reSl)areA. programs i;n~hl) shortest.. prl}cticable time;
.. .- ",'.".-.,.:,'.' ,,,''',,,,'.'__ '.:.' ...'c··.. ;:·"' ..·'''' .:,'.:.... ,' ,.. :', "'.: ., __

19 ,(2).womotingthe cQmI}clercialutilization of such
,'."'.'" ,.'..... '...." .. '. ,.,"."",,','. ' ... ; .. ":....,,':

20 'im'elltions;

21 (3) encouragin,gp!!,rtip.iIll1pi?nbypriXl1te persons in

22 tlle g-()yeffiI}clen~ispOl).~pmq: eJ(PlJrllp.~lltal, developm/!:qc

23: tal,.()r:re~/!l1r(JllPFogFl1m~;:allq

24 (4:,~ :~sW~geeH:ip/!ititi~"Il. Md.BFw;efltiftl!' liiiB,ae

25 ff1ltEket eefleefitFatiefi ei' the eFeatiefi 6F ff1alfitefiRflee ef

J.86-300-0
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Jthbi giWati8fi~ih~8fl:~i~teftt With'thb'iifititilfst .l:ftws.:1

2 foSi~fifig·· ~&rl1:petitiofi~fid'pr~venting th~cre·

3 ation or mairitefia:nte of situations inconsist-

4 erifwitktl1ea:ritHrustla~~!

.'.,. ,M'~C:H:_iN_R:IGHTS

.. Si!Jd.304. (arWlulI-e'~;C6rtirlietor of inventor··haseIeilt

'7 'U'i<{'t~tain tith¥ to aKirt"im:tlonJndef'setltion 302 Or 303,

8 tl1g Feder'alag.ertCYshalFha~etlieHght,i pllrsuanHo regula

9' tidns aridstibje1lttiNhgpr6-visloIts Of sribseciion(b), to grant,

ro' Hi- ieqhiI-e the·' corttrabtor tOgflint, a ndhe:\tcIllsive, partialIy

il excillsive;orexcnishie liCertseto a rgsl'oItsible' apl'licaht oJ:

12 .',appli~~rits ,ti'pbhtermsreasortable'Ilrlder thecitcumstaiices, if

13'the agertcydetgrIhlngs'sllCh aritiollis' necessliry:

14' Ct)'beca\1se thetlohtractorl:HisItot taken/'6tis not

15 expected'ioi~ke: '",WUll li'hiasoItabltltiine; effecti~e

16 "'stepsW,iachieve'praciicliP'apl'licatioll of 'the subject in-

17 '"erttioh;

18 (2) to ,. alle"lli.lite S~I-i8IlS health,' sMe(y, ·or welfare

19 needs which atll nOt re~sonablysatisfied by the cohL

20 tractor or its licensees or otherwis'e' reqUired for the

21\' .. ... prdieCtioIt6f' Itatldnafsecunty;

22 (3)· tdilleefrgquirements fOi'pUblie rise specified

23 by Federal regllIatioIi"whi8li'are'ridfreasonably satis"

24 "fiedhythe'contractor"otits !itJensees; tir
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2

3

4

5

(4) because the ,actions of tlle contra,etpr ,lleyol}d
:Y;:sJnG ,,':';:,:L) C':'-.'.::i:_:;LHJ.i'-', ,--F:,U<UJ;.;' \".\/

the exercise of the exc,lusive. rights in the inv\ll1tiQn
·",",-L,j, ~:ln;Jj ~);)(': _~/; "!,'; (;,',\:,'.1)2;' fJ ::L

~ teHilea s~stll;He91ly 16 lesseH eSffiJleeesH ffl' 16
:,~'ty /{i ;'lir~:Oj':.';:-;;;- '~'-~)-;:<)~"-1 ; j} ..

~ iH ll:Hilae Hi8,;Fket eSHee'l):tFll;eSH iH ft'I):y seeesH .ef
>r.;:·"'~-':;[iF-':-'; L\(\}3D~}',/-rH J<::;):c:;r:,:-<:_\-',_~:::'f~-'i /-

the UHitea Stll;~.e~ iHW.liI:te ef eSHiHief.ee 16 wffieh
{~_jC-\ j;,--~ - , ,on OifY T~

6 the teehHelegy felll;tes, 6"f 16 efell;te imtl .Hill;iHtll;iH ethef
';",;:,,;j.;ih}' -·H:::'-}FF·)F i",:\-;.,';,f"j'"

7 situll;esHs iHeSHsisteHt with the ll;HetFlist ffiiws.:. have
:'-" \'" ,'" >:;·-.;:M +>0 .-, _:>:f-:,';',':i>r::>'r<- .. 'i:-i~J->t'i: .. ,.

8 created or maintained a situation inconsist-
,:;~

9 entwith the antitrust laws..

"\

(b) The determinations required under subsection (a)
:- '.' ':\\

10

11 shl!'ll be madevpon !he basis o.f su?h ,informati?n as may ?e

12 presente4 by the colltractor, (tn interested party, or any Fed-
;<;'V'::\'· ",'

13 ~ralag~ncy. Such determinatiqn shall be made after public

14 notice and opportunity for hearing if such a hearing is re

15 quested by allY iIlterested. person justifying such a hearing~

16 GENERAL PROVISIONS

17 SEC., 305. (a) The allocation of property rights in sUQ

18 ject inventions shall be determined by uniform regulation~\

19 issued by the Administrator of Gf3neral Services and the Sec-
, " ','" _ .... ,',,'-

20 retary of Defense, employing a single patent rights clause in
':,<,_< .. '.;0 \-",>"',' ,; {;{I

21 all insta~ces except as may b.e provided in such regula-
, .'," " 1" /,

22 .tions, slibjeet 16 the Hl:iHiHl:tuH rights ll;eEtffifea Il:Hilef seetisH
\ :".,,\:-. " ", , ' " , "",_".; "l , -.'. . ' " . \\ " " .. :.

23 g01(b}(2). ffl' Il;S' pfsviilea iH pll;fttgfe,ph fI». Such a patent

24 rights clause shall include thl:) provisions required by sections.
,t\'i i'-",' ':',{\ ' , i~

J.86-300-0
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e,'",,'."" ':, Tn,,:' c. ii,·'

301, 302, and 304, and each contract entered into by the
"',;.'-3;L':;,,- ,:-ri-C:') :::/::, \\;- ,,;: :-(n~-~" j ::', :i,T~:: U<i.~/:

2 Federal agency shall i~clude provisions to-

(3) require, where the contractor elects to retain

require a p;ompt disclostire"by the contractor

of each subject inve~tion which is or may be patentable

under the laws of the Umted States;

AA fe~e ftft eleeti~ft 'Nlteth~~ the eefttfRetef ffl

teftdg t6 file Il; PRt~ftt RIJplie~ieft6ft' the sH:tiieet iffi'eft

tief*,

ethenviseRehieve~;.Vi8:~~~fe~lrlftili~Rtieft~th~ ffl-

';efttfeft by the pH:tilie;

title-

tractor intends to file a patent application 'on the sub

Ject inventio~inthe'unit~dStdtes or oth~~ cou~iries;

OOfeljlfif~:i~~~~~t;~etef ~t6fll~, ~"'tleeltt

'~effi~efeiRli~e ei,

3

4

(A) the filing of a patent application within
;, .."':'"".:

a reasonable period of time; and

(13) the {iiin1 of a 'de~laration ~f;iX~ contrac-

22 t~Ps':i~t~nt tocomm~~ci~li;~ or oih~.:zvise achieve

23 the utilizatio~~f the i~~~~ii~n by the p~bli~,:;

24 (4) requi~e a~'~bli~atig~;gn th~ part '~f the con"

25 tractor, in the event a United States patent application

9 (2) require an ~lecti~n, at the time of di;closure or

10 within a reasonable time thereafter, whether the con-

J.86-300-0
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is filed by or on its behalf orb)" any assigllee6~ tne

2 contractor, to include within the specificatibiJ of such

3 application, and any patent issuing th~r~on,' a state-

4 ment specifying that the invention was m~(fe with

5 Government support and that the Governtnent has cer-

6 . tain rightdn the invention; llfld

(5) penult devi3,tio~ to the minimum rights ac-

8 qU:~ed tinder sections' ! 301(b)(2) and 304(a) on a class

9 . b'asis in '

10 (A) contracts involving : cosponsored, cost

11 ' sharing, or joirii venture research when the con-

12 tractor is required to make a substantial contribu-

13 tion of funds, facilities, or equipment to the work

14 perfonned unaerthe contract; and

15 . (B) special contracting situations' such as

16 Federal price "or purchase supports and 'Federal

17 ' 'loan or loan gliB1fltfl:tees. guarantees; and

18 ' '(6)' require thai a transfer by the corltractoi of the

19 rights in any subject'inv~nt'idn will be subject to the

20rig'hts 'o( the"Federal GiJvefnment provided' for in sec~

21 ' tions 301, 303, 304, and 307.

22 No deviation under this subsection snaIl waive, in whole or in

23 part, the minimum rights to'be secured foi-the Federal Gov

24 ernment set forth in section' 304(a)(4). The Federal Govern

25 merit shall withhold publication or release to the public of

J.86-300-0
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information disclosing any.invention subjeot. to. the uniform
)() :".,,!'-"-':-',':/ -./-,'-:"1 .,r, ~-~'-,l'i,>,-:"i:- ",."- "i-".' -, '''''. •

2 regulationsissulld Hn,der this subsection. for a. reasonable time
- -- --: UUL:',i<.,I!r")::-<;-c: :,:i',',- .i/\~:_;:'\\i:"'::'.;'_d,_~~.;: ',:.' _'i>/;':,':"'" :,:.

3 in order fora United States or foreign, patent application to
;jiec ,~ !j)}~\'f~.!ji-'C:~:-:::';;"- -~;,_--<>:,-:,--:\::- ri"i' i;-"-~i_':':-:'::,, __-_,:

4 be filed.
"'i/ "'; r;,;-;n~

5 <b.)W1J.en it isdetexmin!3d tha,t th.e right to .require li-
. . ,_. - - ,-,.;. - "-,'. ','.' .. ,,',,' '-,-".' :"" '" , " -. ,',.' .. ""- .. "'.. ".... ,

6 censing or the right;9ft~~;]'~g~r~l[tgeJ;lcy,}?)i9~Ilse should

7 b~.eJ(er(jj~~gpl1rsu[tllt to se(jtion 304(a),}heJfederal agency
;. -».\.".:::-,': .:.':::;,,:;-,,'::':::'(;;"_ .. :... -:" ..,,"0 .-,:'<'-'.-,;.5',\.; ",),:) ",::_",!_.:,",,::._.: '. ....:) ~

.8 )Ilayspecify. terms an,llcpn,diti9ns, inclvwngroyalties to pe
",_.: ,).- ''',f ;'_'.\/_ i c"" ::,_i'.\/\." ,::".":;,;:,,,u,) ,:;,::: ;)\;jP"<L~!' c'.

9 charged, if any, and the duration and field ofHs~!of the li-

10.. een$.e,if apPl"opriateconsist~~twith thfi provisions of title IJ!
5',':,.'.,' "if",,:,".,,"'." :,':,:' '< ";i; :~.!;;;,,)!,,:::<~'. '.,.:,;' "

llpl(his 4,9t, J\.g~1l.cyde~ermillati9n,~ I)-.~ t9 t4e}ights to invenT
.. " ,<' " ,

12. <tions under .this. title shall be llladejn anexpeditious manner
'';:'';'. ", -t';:': ,: ,',"',' :,.',',':.'",,",",::.(,': ." .''>'' '",: 'r", ',':'- ". "",:' ,'-- ".' ',:"" .. ,';,, '.

13.. wit49U,t .unll(w,e.s~ary4!llay, •...
',,' ,-' ',,,',',,.',.,' '",",; ,;',' ,"",'"'"-,,,,,,> -' ",' ,,',","""

.-np;>fCJ;~L ~l!JYIEW

SEJ.(),)~06;., AJ1y.p~l"s(?n adyer~llly ,Mfected by a Fedel"a,l
, , " , " , , ' '--, '",,' ,

>~ge.ncy~etel"min~ti9n.IllIl:~e. Hndlll",s~etiE).f1: 804:(sA ffl' 801Hh}

this AS(.may".l),t.~PX., t~w~,,~~hm~itt.Y,o ~a.ys n~tt~r· the determi,

1l~tion~~jssve4, fil.eapet#ion t9.thlLJl"nite4 t?tates CSl:If't.M
',--, ,',-"',"",,' '.,""".',' ',",,' '.",,,' '.. ' ,,:,-"",.;..' ':'; ·H ',",';,'"i ,',' '"<,,,'.J';.' ..'" ',,: __ ' -" ',i

()l~~•.9pU/r:t ot··C1iMW!W, /!,n~;fJfI~7I,,( ·.4,ppeals,,\{;1'lllch sh~U

20 . h~yejur.i~~ctic;W·,t9,.;.d~~llqlline,\.t4e,wa~w"dll!1l0V:O and .to
" " '-- -- ,.' _ ... , '.'. --', " " ,,', ,'. '".

21 affirm, reverse, or modifY[t~\appr9prill,te"tlJ.e Mtllrmination....
" ',' """,,,'-,,J ','" ,C'", ,,', ',.' ',,,', ,;.. ,_ ",,;', "·':",·.i,, ,

2:2 .of the Fegerl\,!agen,.cy,
" ,,,,,, '''',', """" ,,'-' ...'.','" ',"""'"",'"

14

15

16un:

17

18

t 19

23.

24

.CONTRACTOR'S~A,YMF)N:rs TO Ta;E G~v:ERNMENT

SEC. 307. (a) The, Adminis.trator of the Gener.al Serv,
".- __,'".,;", , ,':: ,'. ','"'::".-,'.'.,,':.",--',_i<,, ',,-",,,.',.!,,;,,",',,.:'. ''-',': ',,',:' ".'j-'. ",',,,,,,:', -;.::,'",'.n::,· , :. ',:,:'.;'

2.5 .. i.c~s ,flli)Ilin,jstraH911· allll t4!L§~9l"lltary,Hf:P~fell~lJs4[tMr~ssl1ll

J.86-300-0
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1 regulitionswhich>will provide payffientto •the Government

.2 ·.forFederaIUfundingof: research·· and development activities

3 through the sharing ofroyalties 'o:r+ev:imues' or both with the

4 .cbntractor/S1!chf reguhttions sh!tllprovide/fb the' extent ap

5 propriate,aistandardcontractual clausetobedncludediin all

6 Federal research and development contracts0 ,

7 (b) Such regulations may allow the 'agency to'waive all

8 orpartbf: the'payment set forth in subsectiop.(a) above at the

9 time of contracting or at the request ofthe contractor'"where

10 the agency,detei'lIrines that-

11 (1) the probable administrative ,cbsts>arelikely to

12 be greaterth!trttheexpectedamount of payment; or

13 (2) the. Federal Govertunertt's contribution to the

14 technology ·asIicensed or utilized is·. insubstarttiaVcomL

15 pared. wIth private investrnentmade or to, be made in

16the'teClinoIogy; or

17 .. (3) the' contfactbrisasmalfbusiness,educational

18 institution, or nonprofitorgam~ation; 'of

19(4) the total Goverllni.entfuIlding of the technolL

20 ogy withcthe' contractor is less than $500,000; or

21 "l(5),'the payment. would, place the icontractor at· a

22 competitive'· disadvantage ,or .would'stiflecommercial

23utiliz'ation of the ,technology;

24 t (6Ntisotherwisefu theibestinterestsOf the Gov~

25 ernment and the general public.

J. 86-300-0--3
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.1 (cJ? Such regulations shall be promulgi1tedwithintwelve

2. months of enlwtnient of thissection,bJit will not take.effect

3' for· a period oLsixtydayssubject t6di,~approvalby.resolution

4 by either HouseofuCongress.•&:$.... ilislllflllfev91 fesela-tieH

5 ··slttlJl. be .eeHsieefee.ft .pfefefeHtittlfesela-tieH !tHil: ~ be

6 bfea~t lip. Ylitheat eefHHlitteeltfltifev91.

. 7 (d) Untilsuchregulati()Us becomeu~ffective?each agency

8 shallobtain ..payment onbeha1fofthe. :Federal Government

9 for·. its. research· and development •. activities.on. acontract-by

10 contract basis in a manner consistent with the provisions of

11 subsection:(b) above.·

12 BACKGEQU:NDEIGHTS·

13 SEC. 308. Nothing contained in this Act shall be COne

14 .. strued to. deprive the owner of any· backgrpundpatent or to

15 such right.s as the.owner;mayhave thereunder..

16 TITLE IV-DOMESTIC AND FOREIGN PROTEC-

17 TION AND.• LICENSING OF .. FEDERALLY

18 OWNEDINYENTlONS

19 AUTHOEITX,QF FEDEEAL;AGENpIES

20 SEC. ?4QL Federal agencies are authorized t()~

21 (1) •. apply for,obtain,and. maintain patents or

22 other forms of. protection in the Unit.ed•• ~tates and in

23 foreign countriesoI),inventions in. whichdthe Federal

24 Goyernmentowns,a right, title, or.interl\st;

J. 86-300-0
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.'1(6) litldeftaklJ ithe\ltboVearidall other suitable' ahd

2, riecesS!irY"-stepstoprotect'andadIIlinisterI'ights to iri-

3 v~IltiohSOh behalf of the Federal Governm:ent either

4'" i<liI'ectly or throughcoritract;

5 (7) transfer custody and admihistration, in whole

6 or inpart',itothe Department ofOornnierce or to other

-"7 . Federal agencies; of the nght, title, or interest in any

8 invention for the.purpose .ofadrninistering the authoi'i-

9' ties. set· forth in paragraphs (1) through (4), without

10 regard to the proVisions' of the Federal Property and

11 Administrative SerVices..(\..ckof 1949 (40 U.S.O. 471);

12 and

13 (8) designate the· Deparbnentof Oommerce as re-

14 cipientof ariyorll,ll funds received from fees, royalties,

15 or ·other managementof federally owned ,inventions au'-

16. . thorized under thisAck

17 AUTHORIIl'Y.OF.THESECRETARYOFCOMMERCE IN

18 COOPERATION WITH OTHER FEDERAL AGENCIES

19· SEC. 402. The Secretary,.ofCommerce. is authorized in

20 cooperation with other Federal agencies to.".,.,·

21. (1) coordinate a.prdgramfor assi~ting all Federal

22 agencies in carr,yingouttheautlioritysetforth in sec-

23 tion .4Ql;··

24 (2)pulllish :notificationof all federally owned in'-

25 ventions that are available for)icensing;

J.86-300-0
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States and.in foreign countries, including the payment
! '.J",..' .:'. ;': :: ,}.-\ -'.:,d.,-:, ";' -,:",..::;i' ',;< U ,J '.J./ :'ij ',f ."', ',i (} :- T;"L(\;\ :,} '<'-:::

of fees and costs 1l0ll1.lEJlltEJd therewith;

(5) accept custody lj-nd ad,ministration, in wholeqr
',C",'_> -:. j ,'-;'>:)iCt"';,d; :'J:.'-!'"" !,;) .i·'n'-;':":i', ,)\

J4) assist the Federal p,gencies in s,eeking and
; 'J ' • u.' ~ '; " .' , :: ·c-·' .. , .. ; "

maintaining protection on inventions in the. Unit~d
,o<,::;G{) "

in part,. oftl,1e right" title" and interest ,in any: invention
_'<.-I',') -} ':'""; \.,1.:,:' '/."'- j,.,.i ,>_~; ;l" .<-Y' '):-)<\ j ''} '< <j 'iJ u::. :;,JT;:J: 1

for. the purposes set forth in, ,section ,401 (1) through
. ";<,iJ,i:' q'+\';:'~; ":;,,,',',.:;lU.U::'" ~}~"J:::::'}i'fJ(;S·::';:<'''i'/C' ',:j :." ~

,(4)" wit~, t~e,p,pproval of the, Federa,l ageI).<!J .concerned
':,'" >.>L: ',~ , ,; ':c:" 'C',! ,;.;~ ".t,' ;',1Y !:; )}<." ;;--;qf 'j'':I'I):,; q'.c-i:i: ';:

without regard to the provisions of the Federal Proper~
",,-',:<L· :.:<):,',,}:(':''.''')!}U i 3.1 ,;:':;;-(",,';:,'.;

)y aIldA-d,mwistratixe,~eryi,eeAct9f m49 (40 U.S.C·
"." ':" ',,' '." c' _:-- -- :'", ':"", ,,' "'1:) --",. -".' ;,--, -, -- " , • ",'., '" ", ' ;

(3) evaluate .. inventions referred-- ,... - ~

cies, and patent~'p'p1~9fl:ti0ns filed thereon, in order to
'U\.' I. 1·.'.'.1._,_, ..·.

identify those i,nventiors with th~gr~l\test cqmmercial
'T,,-' .f';'(.( L~-;i>fij':);t -ii) 'j!;:",:.;,:',-:-' ,-:d) C,. i)·ri.; ,i::,'(,:'.> <: ;;":'.~

.. potentiaLand to insure promotion and utilization by the
;',: (iii; >::~\; (iY}'F'~-;: .';;o:\(:,.::,i:f;}<d';:L!;>.:: ,:; _'/~\-:'j_O_:.,( :r
puj)lic of ,inyentions .sq identifi~d; ,

"'J oj .;.), 1. :. "- "",; ".;- i, 'i:').;

471};

~(3) receive, f~n~s,Jr.9mfe~~;, f9y!!:lties 1, or oth~r.
.,'" ",', ''';i'', "-' _",,_..;>,:,,_,,_,.-::",-':, ,.j-,,,~,-, .\'.,' ',u,'"O; },'j ; ,

",manp,ge~ent of, federally owned, inv!Jntions authoriz!Jd
i{/ -'.~U:,L;."Y)~;"i;'.--;.L;..<:,.',:.:i,:,·>J' f'.";:'·"::i'.".;:;- "':;Uj >;"ur"i>,; 1n -"':.:

uncl~r. t!ri~ Act, but s]lch funds shall be used only for.
,,:: ',,-" ...' j:< i.n,i.:::: ,':uX':U -; >U/',' ',.;<::' {:J '.'<}{ -j,:,;";,n: iiL,y t "

"ut~~,PW}m~,~iIg~, ~h~~; ,k:?'~;f~n~'ni;'

(7) undertake the~eand such, othe,r functions
!).) 't ;,:i::.i{) j,;! i}/i-U j,':))' .;(:'1),; .n:r-G!,;

either ilir.ectly or through such contracts as are necesc
:,;.':! ",::i~'{ ;1',>;;:';',.-/ '::-'i'i';:\r: ,-',-:;'Ji::\j):::)y;",,',,';,,'::: ','::i.i:! ,\::,),;,;;,~, :<\

sarylJ,ncl approprilJ,te to accomplish the purposes of this
,::,,,;,::,,.::,;)JE,!. :.:i.:-.\ L:,' ,U:.::,.UJL'{';!,'Jii -,!,.:::'>; Ci'Jut\l:/ 'tn ,L".~ {<';.:

, title.
""U<H;

1

2

3

4

5.

6

7

8

9

10

1

12

13

14

15

16

17

18 .

19

20

21

2~

23

24

". \i'X--UW. :;~;;.
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~2

AUTHORiTy' OF' Til]; ADMINIsTRATOR OF' GENERAL
;,-;":c; :: :':,'JL/);"

SERVICES
,,<; n ii':"" < ,L',':;:;,iJ);"C,"c::' :0:;" ,i:: 'C";', ,"!.j ':,;':::'r,"':"";::',>; )_;'-",:';:'"",, ':

3 SEC. 463. The Administrator of General Services is au-

thoi{~~dto pr6ihuig~t~~~glllatibrik kpe~ilyiIlg 'the terms and

5 conditions upon whi6h~riYf~d~r3,liy6*ri~d iIlvJIitidn may be

6 lic~Il~~d on ari6rig~;6iuM~~!pirtialiy~ilithsftl or exclusive

1ta:sis.

iGkANT§;OF' 'AN E±iJLuslvEc>rPAR±rX££YE'fbLUSIVE

9I,Ib];N~E

10 S~o.4()4. (a{~e'<lerar ~g~Ilci~s m~Y~~llt exclusive 6r

11 'parti~ily'ei6IJsivelicerises ihany ihveritiori coveted by a fed

t2' ~i~lly o~n~d 'd6rri~ktic p~teIit or paterit';~pplil;atioh only if,
13 ~ft~~'pllbli6/lldti6~~JdoppgrHlIrity f6rlililli'\vritten obje6-
,'f':; ,,:,i:' '; ::,?" '; ';';::'j:~

14 tions, it is determined that-

15

16

17

18

19

20

2'1

22'
/ ' "
23

24

25

(l)tlie ihterest~ ofthe Feder~lGdvenrinent an.d

the public will best be served by the proposed license,
;>\;'tir("(-:I':,,:':j::\ ':Y';:'-;, :;h e,:"" c','"";::"-,;::,, <:',',; , "

ill View of the applicant's intentions, plans, and ability
::;::,' "", ''' :;:, ::)'::' ,i," ,', ',C";:

to brfug the illv~ntiont6;pfa6tlca(appiic\~ti6n. '; or other~

~k~ proIll6t~ th~;; ih~~IlHon!k utiliza'tibrib,Y the public!

(2) the desire<lipr~6j;ic~1~ppli6~tidn. his' not be~ri

a6hi~~ed;i6f is {'riot iik~fj e~p~<litidhslyto be achieved,

iiinderl~riy;n.dnei~il.lsife)licenke 'whii;h'h~s' ;be~n grant~

ea"o~IilHlchIIl~Y'b~~~ht~d;'8riith~ iriV~ntl6h; ,

(3) exclusive or partially exclusive li~~Hsing is '~'

reasonable and necessary incentive to call forth the in-

J.86-300-0
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23
>:.", >L'.:>::'<>.::.: _>:'.i,,:c,',:,):<:: ":- j'

vestment of risk ~apital and expendit~resio Erilli the

invention to practical application o~~therwise promote

3 the invention's utilizatioh by the public; ane[ .'
,>-.',:::}, :',':;<',:'."o':"f/-<':- '.:' :,.L:f ~';L:-:':-;",,· .. :',' ",',>:':':':',':::'--':I'\i?:':' -:', '" -Co:,::.}. ,~.
4 (4) the proposedterins and scope' of exclusivity

5 are not greater than reasbh~bly necess~ry to pr6vide

6' the incentive for bringing the invention to practical ap-

7 plication or otherwise pror'note the inventi6n;~ utiliza-

8iionbyth~priblic;

9 except that a Federal agency shall<ribFgf~ritrMi~l{eidlusive

10 or partially exclri~i+,elic~ii~eifiedetetfilin.es tRdi the grant'01

l1sl:tehiteeft~e "villi te~a.stilistltl4tiitJlYte le~sefi' e~iliiletiWojH at'
;"::',:'.. :-: '- ..e;':,'--::;,., _:_ '-_'/";,,:-:,/ ,'.' :_::,:,_ ..' .. -',> .:(:_-:' ,:r~: <,':
12 ffllltl:lj; iH liH&u:eeelieeHM'lttieH iH fliflJ' seetJ:@ ffitfte'eelffitry iH

13 "'.~ 'liRe' 6f 'eElffllflefoee 'teTn%ell tM'teelH:l:els!!'V WMKeeHsea.

14 relates. at' te ere!tte at' IHlti:HtiltiH ether Sitliltti~HS meeHsisteHt

115witlitM·aJtitfu~tlJN..s.'~uchlieerise\'Vould,rap~rt'frottt

16 the exercise of theexcfusi\i~fightsitnth~!lI'tven

17 tibh, crellteorrrtaintaiD al sitil'lltibtrinconsisteht

18 withtheantittti.~tl~wS;

19 ~)Aftefc()rtside~atloii 6f "'hethel"'thein.tet~sts of th~

20 'Federal Govetm:neIl.t6FlJn.ited Stll,tek in.du'stryiin foreign

21 commerce will be enhanced, FederaiagefidlMfuay' grant exe

22 cll.lsi+'e or pattially e:lCclusl\re'llcen.ses 'iniarlyinvention Cd+'

23 ered bY aiforeigri patertt 'a:pplication.ol'pateri'{after publIc
:',,;,;::',','.:" ":"; ->.,>.,':;::-,'

24 iiotice ~ndopporttlhity' for filing-Written objedtions except
-:-", '--" "-,>:-' ,<,:- .-,,;:,:,:,,-,', ":':".i:'-:;".>" :,_ ',J ". ,;,::' ",;'/,: ->~+ ::':}

25 that, a Federal agency shall not griLnt such exclusive or pare

J,86-300-0
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~~()rtPI1"i,:rJ,t.exest~ "of)hg.l\fll\~J;al GoyemIJ:le~t,\wH.th~. pllblic, iI,l"

(~l, .a, ;nqJ;1e,t,cl.llsiy~, J;1qB:tr~nsflfra,ble,.. iFeY(l()abJe"

including, when specific\tlly..reql111~te4 by the'l\edel"~l
,,,__ "'" ,0"," C,h ",', '.. '" ,',' '," :", , """ )

,Fed13r~l GOV:lJrnmentthe lic13~sed inv:ention through01Jt
'-,;;, ';""':,;,,:':",, '; i;:"'"',,,:,', 'J,.-' ;,:;::',::, ,__ ';,', :" \,',(,"" """,',:,i:':i!;;';;' ,:",': ;", ":,,,;;','::; ,,' ,-':", ,,,'

. th13,world bYc:>r,onbehalf oqhe Federal Government
__ ;, J, '>'"",,,,;',,':,:,l' :,,' ",-;,:':", ,; ",;"";,c",, ,:::;; ",'''''', __ : :',':','._:'-..c',":, ',,',-',}.d,:'o,:,·,:-".'. ,:,''-: ::' :'::,',?
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'F~g,~B:8Y,JhlJ; 'rW~t.lfm o.£, th~ ,R.?ffilIl(~r,2illeIRr,. o.tller use .?y

r ;th.lI., l!}.lnli2 tllllet i.s,b.eiHg{ma~~ (lJ: is.~I,lteJ;1ded, ,toh~,ma,qfl
••_',' ".__",,,,,,",,,,,,,_,' __,,, ',',',' ,,_,-' _",__,'"",,_',-" ,,' ,,',_ ,'"",_ :'__ -' "_"",_ ,_ c' ",',',' ',,-,,;,

of., tl1e "iJ1yel1tioni

23 .', ,.paid-\lp license. ,to practice oJ: have, practiced for the
,-,,' 'i "<'.";":; "",,,"",," ,',' ""'0",,, """" ,'" -,,', :';; ','"""":--,' ',,, " :', "'-

9 th~antitrust laws.
'- '.',', "" ,', <,''''- "f"'" - 'n',',

p ;'rilil!::$:e ~Iii~f;l:tsli !Ili'N§,rJic~~l;lt:l ,would, apart from Ute
":','--' /:-:' "" 'J.; ii",'i .. ~,':-'j·.: ;,' ::0:'",' ,~;",":<:;,' ::; :U"::":'.iU~/:,';U: :'<,' :::

J ;;~*e.!l~l,~~ ,.9L th,,~ e,*<:ll;ll;liv~ rig-h"ts .inth"e hlvention,
,-,', , ',' ,-,'", ," ,,''''' . "'-'. '_.',',,'- <i',," '" ','.',' ',. :' ':' .. (' .. ', ,-, ; '", - ", ",<,,' ,',-,

8 create or maintain a situation inconsistent with
'; ,'! \ ; ;;> " '<""1;' '

5 l:ttIies:;-, 6F ,~ efealie fl:f ffil'tinliain eI;ftef, siliHaesfts mesftsislieftli", !1',",; :i.!"/-;<';< '-,<; ";'!';:""'"'' ......

21')

~9j(''';

21

22

16Qludi~grpr?yi~i?n~ for the following:

,(l)periodic written reports at reasonable intervals
.' ,,'" '\ .",."j!}),,' ,;, ", .-:' ,-, ,';--': ,',- ': ,';: "'!:;" ',:-',:;'" '" :,:' ': "";'" :'-"""''- "", ':' " ,

,j, tiaHJlI11(c!ll;§iv;eLH2~?}§.eiiJ')t ,d~tl1!mil).es that the grant of such
> -, ,.,.,._.", '''.:- <;'."'. .>' .d ..··,,_,,-'._ .".. ~'.i ,' ' -,.. 0','.«' _c-;.::.. -.i' ,',"-, , ..

2 lieeftsewill.tef!il sli!lsliafteBdly~ lesseft eSHl.}/eeliisft 6F i'eSl:Ilt
"\:SU '·;·::q':(:.'-/:-'»JL.JO 'IU .. nCU{::':.')U:,"h '< ;::'::C,>;,.:>::::[;:-':·: - /j'\<.>:; ,Oi-:- :

3 ift Iifttffie~8ffel1ff~aeW1,ift ,~see.liisff ~ "the esliftlify ift~,'-,- .. "'" ,-, '; ',-.. '....'-.. '.. '. ': I" ,- -- ,". ',' .. ,.. ,'j -" • " ,'" ,- '. .. • -, .. .. .. ', ,'.'"

,J.lme,~ ~flmmerfle.~, 'IvftielJ:.~ liee~slsgyWbe lieeftsea ~
.£,;'.'0,',<.;_,',;..,".;" .,-~) ,",,';J"-..-;)< _':.'::: >.'i,:) ';0,,: )_"":-:;::::":i,\ ":;i;- :.:. -i'

(?) ',I'~e ]i'ederal ageI,lcy§hll maintain a record of deter-
.,' ,.:,,' ',' ,'.J' ,'_'", "", ' ", " ", >', , ',', __",,',;, J "', ,',', ...;" ~-., :, ':''-' ," ", ,\ ,,:,' ",:, ',,-:,:, ' ',,' "-', '. ,; , "i __ : ' ", " :

11 minatio:(l~ tQ ~J;~nt e:l5cll1sh~?, or partially .exclusive licenses.

12 (d),Anygrant of ~n ef'clusive o~ par~ially eX2lusiye 1~- .

24"",',. -"y;:"

13 cer~s~shall contain sU2P tgrms a~d conditions as the Federal

14 agency mlleY determine to be appropriate for the protection of
"--:' 'c,' , .• '",--':":"-'",' ,'" ,',"',""'",' ,-,"',", """,,' ,',',', ''':---').- ,"':--,': ","':","':':'__',"'"",,,,'.-,';' --", C' ,',',',";-:.-' ..:';,,':',,", "":,, '",:, ",'- """":",,

18

19



'25
l(mclllallJ.g:ahY'Feaef~lageniJy), "iftid'tnelil:dilltional right

2' to' su.l:iliiJelJ.seany' St~iil'or'ilorirestic loClJ)lgovernment

'oi"t6subltiJertse 'il:hy 'fdteign goveriirirgntplitsuant ito

foreign' polib5?Considera'tions," oranY'eXistihg or futu.re

"'5 treat)i"ori '3:gfeeftlell.tTiftheFederil:lageh6y'determilJ.es

6 "'it'woUldbe'm'ilie'iiational interestto+et~in'suchadal-

7 tiolJ.al rights;" '.

'8 ""(3)itne right of the Federal' agency ,to" terminate

9 '. s11ch licellsemwhole art irrpart, uiiless rihe licensee

1.0 'deiIi611stratiistd thelsatiSf~()ti()nofthe'F'eileral agency

11 that the licensee has taken effective'stepsp6r withiiia

12 reasbn~bl~tittieli~eip~ctea. id takil'such steps, to Re-

13 complishsubstant1~lc()rirm:ercia,l(dr othet118e YiDthe m-

14 vention by the p11blic;and

15 (4) the right6ftheFederal agency, commmencmg

16 three years after the gralJ.t"of'alicense, to: require the

17 "licensee to grallta'nohexC111siveoT'partialIy exclusive

18 license to ·a'tesponsibleiapplicalJ.tor,applicants, upon

19 terms reasohable"ulJ.der the "circumstances, and in ap-

20 ptopriate lcircUIIlstanbes lio terminate: the lIicense :in

21 Whole orm patw'after'publicllotice and, opportunity for

22lli;hearmg;'upon(;alpe.titionl'by··a!lmterested'person j11s-

23 tifyillg such hearmg;if:the:FederaLagency"determmeS,

24' upon review ofsuch materiaLas it.deems Televant, ahd

'25 after the Iicensee,orothermterestedperson, has had
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. th~iJopport,y.nity to .provide such relevant and mateI;ial
, .. ,-,.','" ., .... -, ..- .....• " ""'.'. , ...-,.,.".'.... , ... --',',,' "

,.~nformation as the Federal .~gency may require, that
.... --,' .. '.' , .•.. ,.. ,.,-., .. " - .. "

16 . SEC. 511. As used in this Act-

LAWS

. DEFINITIONS,

TITLE, VCTMISCELLANEQUS

~Ji!'lfjJ:l:~e~,tfjfl:~!'l~ st:tl,stft,>J:l:~NlyW lessefl ee~eti

,13 ·teehflele/!;'y Felll;tes, 6l:' tfj(fjFfjMe'6l:'ffill>iJ:l:tll>iJ:l: eiiheF •

4" ti@:6l:'ffli'eStiltiftJffl:flRfji.fjI'H'l:!'leflj;f'at,iefi itt.ll;fIY seetiefl

,,'*tfte,.fj.elii'l:tfy,.iH lWYliHfjflf,.fjeJ:l::\ffieree.W .'i'lftieh $e
" .. -- ',- ,-' /'f···· ,,'.' .' ..... ,< -c.-

7 ati8f1s iHeefisistefit with tfte RfititFliSt laws-: such Ii-

.8 c~ns~h~siapart J..om tl:t~; e~~n~ise of the ex-

9 elusjve rights in ~ll~inve)lti~n,c..eated cor

10 . majJ1tainedJal;l~tll~tio)l inconsistent with the

antitrust;t~W:l;l.

13r ;OHAP.TERJ..,---.DEFiI~:I'l'IQNl"l;;R,ELA.TIONSHIPT,OOTHEiR.

14

12

17 i;;.;(·.1) rphete:rIll;:'Feggral agency!' means.an "execu-

18 ., tive·agency't.as:;defined;py,section1QI5 ;,of title.;'. 5,

19 IJnitedStatesLCode; aIid,the;military departments de-

,20 fined by;section 102 oMitle5",united States, Oode.

21 (2) Thederm.I'contra<lt'{, means ,any contrll,()t,

22 .grant;:· or;'doopergtiveLagrfjement, .entered. intO betwlJen

23· any?iFfjdeialagency ;al1dLal1yperson for the perform-

·24 ance'ofexperimenta1,'dev.elopmental;or:research wo.rk

25'slfllstRfitiallvfunded;by the. Federal GOVlJrnment. S.u()h
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:n
:terJIl,jncl,u,qes' any assigmnenh s)J.pstitution of partil1s,

2 ·· .•• PLS\lbcoIltr,Mk.pL any .•. typl1.:enterl1qintofpr; the Pl1r-

3 formance of experimental, developm\lIltal,pr. researQh

.4 iworl\. )J.nqf;)r. lj,,,contra9k·.

. 1) (3). 'li.l:w.terIIl"90ntr,actor" IIlelj,ns ;lj,ny.person (lj,S

6 defined insect~pn,l pf.titl\l 1,.JJ:ll,itf;)qStlj,tes•.code) that

7 is aplj,rtyto ,.thl:).!JontrlJ,9t .

8 . . (4)Whe·term·"jnVl1ntipn'{i'ml111,ns any invention pr

I).. <li~90yer,\Y.!tndjIlclu,ql1~,~Ily.ar,t,.Jllethoq,process,ma-

10 chine;,maIlu,f!l:Gturl1,L dllsigni.,.orcPIIlPosition of matter;

11 or any new and useful iIIlproyeIIleIltthereof, or any vat

12 .riety of, plant,l\Yhich;is Pf,maybepatentable or other,7

13 i wiseprotectablll.u,nder.t4l:) lal\Ys qfthe.pnited StatllSi

14(5) The terIIl !,subject :i);wentidIl"means any in-;

YllIltjoljlpr.discoveryof. thllicontractor conceived or first

16 .', actu,ll,llynlducedto praGtice inth\l.(1ourse of or under a

17 contract.

18. (p)'lihe terIIl'~practicaLapplication" means to

11).. manll{actu,re.inthe()ll,SllOfa;coIllp,osition or product, .to

20 '.' ""Practice in' the (laseofa .process,'OIj toLoperate in thl1

21.case.·ofaIllachine. or'systemrand",in'lllLch case, under.

22 such conditions as to est!tblishl/thllit" the invention 5s

23 .... bllingi l\Yorkedandthatits,benefit$are available to the

24 public either on reasonabl:et.llrIli$or,.through reason~

25 able licensing arrangements.
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f£S:: llffil:tlfiatla::!Mffi

, 'rfte~a1j.es. 'lliftllfel'&tftel'flli'Fflese~j, .>OOilrevea get&'

eHtitleaG» seetiafts;13 ftH:il: U M the Aet

!!Aft Aet te,re&ftee' tlliJ<llitiefttepr6'.4ae !reveftlfe fur

'lM Feaersl@a¥el'tiHleftKftH:il: fur etftef'BIfFBeses":

Ull;ppreT;e'a'}iligl:1:st~±894+WU:S.C.S ftH:il: 9)¥,

(G}'tM Feaeral TrMe Ca'ffiiH:issieft Aet tw

U.S.C. 4± at se% tte ffiHeftaea; ,

;Der *:f94.4~ U.KC. ±ilc' 'etse#;&ll" ffiHeHaea;

ie~jisti~ ~ lliiiffiftst'1:ffilllrl;4t±l'l'estraffits ftH:il: Hl6-

~'tM(Aet CHtitlea!.!!.AH Aet' tl'tsmJilleHlettt

~;-eefhIH'ei"ee_'- 'ti~tMnS't!' ~a-:rYVful F€H3traIDts ftftti Hf6-

(Afthe'Aet'effiitlea.!!.AH :Wet. 'ta pl'eteet tffi&

'se#; 'Mllffil:eftaea:

Hspslies" ,ll;flpl'sy;ea Jffiy'il-;±800 +W' U.S.C. ±et

!(EftheAetM~!±9;~'+W!U.S.C. *
"'!:~l-8bf:ftftd,~,?'Y

28
(7)The term' :'fpersohl1 rr1~aris'anyihdividu31,

parthetshlp;'corporatioh; associatioIr, "institution, or

otherehtit,Y'.

(8) The term "made'\:wheh'lisedlIr'relation'to

anyinvehtioh,fueahs the conceptio'rt or first actual re
duction>t6practice of such invention.

«» ![lfte term "!l;Htitffist~'ffieiiRs

2
,'

. '-;

4

5
6'

7

8

9

10

11

12

13"

14

15

16

17

18

1,9

26

21'

22

23

24
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1 (9) Th(l term "llntitrust law" means the

2 laws included within the definition of the

3 term "antitrust laws" in section lof the Clay-

4 ton Act (15 U.S.C. 12),. as alllend~d.

5 REJ,ATIQNSHIP TOQTHER LAWS

6 SEC. 512. NotNng)nthis Act shalLhe deemed to

7 convflY to any ~IJ,dividual, corp9rl1tion, or other h.Jl~iness orga

8 nization immunity from civil or criminal liahility, or to create

9 dflteIJ,~flS toactigIJ,~' undeI"l1uYI1IJ,titr.Jlst law.

10 OHAPTER 2-·AMENJ)MENTS TO QTHER ACTS

l1):DENTIFIE]) AQTS AMENDED

12 SEQ. 5.21.'1;he followjngA.cts ..are hereby amended as
..... , ....-.. -:.,.;. ",_ .. '. <', """ __ :_", c. _.'C,_' '.'- " .. "

13 ,follows:

14 (1) Section 20p(a)ofthfl. A.ct ()fAugust 14, 1946

15 (7, p,S.Q, .162j!(a);6Q Stat,., :tQ~O)., .is amended by

16 st}"iking gut the last sflnt13nSflthereof.

17 (2) Section 501(c) of the F13deral Ooal Mine

18. . JI13l1lthl1IJ,qSafety A.ctoU96tl (30 U.S.O. 951(c); 83

19 Stat. 742) is amended by striking out the last sentence

20there()f.

21 (3) Section lQ6(c) .. of the National Traffic and

22 Motor Vehicle$af13ty Act. ot1966 (lpU.S.O. 1395(c);

23· 80 $tat.. 721) is repealed.
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25 llJeesrs. te etteh iftterestes. pll;Pty ll;ft sllllsrtlinitv feP llJ hellJPiftll'.

21 BeARB. EllJeh llrsflsstJd feP ltftY wllJiver at lll'l;teftt rill'hts held·

22 by the AfrffiiBistrllJtsF shtlll be referres. W ll;ft IRvefttisfts W

23 Osfttmatisfts BsllJPs. y;ffieh shtJdI. be estllJblishes. by the Ad

24 ffiinistFllJtsr withffi the AdmiB:istrllJtisft. &eft BsllJPs. shtlll

seetisR

:Idf9 Ge~f'F:llIBU'FION~I~fVEN'FIONS

00 byiftsel:'tiBg the· fslla~ ·BeW

00&.-

llllJteftts iB whieh the vflitteft stllJteffieftt referres. w
W be eFfeetive with' respeet W ltftY appHellJtisft ffip

W bY refl~lblifl~ ... seetieR .~. tfi~re~f· ~

iB s1:tBseetisfi (e}eflffit4. seetisR hllJS' !leeR filed 6P

reflaestes. tebe filed by the .Osfillftissisfter at PtJ,t.:

efttg .ffiHI TPllJs.effiltPks pFieP te the effeetp,'e dtJ,teat

tfiis:'~,

.fieH.s.w, .00, ffiffiWat ift:tefl: seetisft shtlll esfttiffi:1:e

u.s.d. ··24:571: Pi¥reirkd. h9we17ep• .!J%ll,t s1:tBsee

~

30

(4)Sectioll 12·· <if the'National Science Foundation

Act of 1950 (42 u.s:c.1871(a); '82' Stat. 360} is re

pealed.

'(tJ) Section 15Z' of the Atomic 'Energy Act of

1954 (42 U.S.C. 2182;68 Stat. 943) is repealed.

~ ..!I!he. Ns,tisfttJd f£eF~ftllr1ities fMl:d SpRee Aetat

1-9l;s ~lJ.S.d. ~ eli~~..Stttf:: ·~·.is'··ltftI:efts.

ed-

20

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19 ~
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W sfteJ±tfll7Hs.ffi.it te the '1..:dlfliH:istpatep 'it!! fiRtliR~S ef met

2 ' With p~speet "te'" ffiteft ppJ13esal ftHdit!!¥eeel'i'llHeRtlatieRs fer

3 ~etieRt6 he .vlitftQi~s~eetthepete.";

<I# ~t ~~~ptittg ftt the·eHtlef seetieR 203(e)

tftepeef (42. U.8.C.24:71He)Y thtl"fellewiH!!' HeW

~tftepeef.gooseetieR

_ ..1.."-''-'1,

(C) bY' peBealiH!!'

U.KC. QA bO).

4

5

6

seetieR:

fer the pepeptiHg ef the pesHlts ef the aetivities ef the

!.!.@Fer the f1HPfleSes t4 eh~t6p -!4'ef ti:tle M ef the

pfe1hJBI13flBeffeetive eeR~etHal

paragraph:

';(14:) t6 BPe~Rtle

~ALtlnliH:is~atieR,"iJl~I~tli-tlg dfuII! ek~ ee!Hplete teelffiieal

pefleptffl!!' 6t' ftHy IDHevatieH ~ift.llie eeHPse ef ffi'

"

Hftilef· ftHy eefltfaet'ef the" AdmiffistpatiElH.";

ffiJ)~ ffiseptiHg tl;t tll-etffitlef seetieR oog

thepeer(4~ U.8.C.lH78) the f!:l116'1'i'fRl!' HeW sttb-

8

9

10

11

12

13

14

15

16

17

18 UHitetl gtatesGedethe 1..:tlfHiriist;~tie~~.he eeRsitlepetl tt

19 tlefeRse a!!'eftevef the UHitetl States.": imd

20 ffi "ay strikiR!!' ,'eHtthe' felleffiH!!' iH seetieR

21 203(e)(8) thepe~fUBU.s.c. 24,71l(e)(3»: "(iHeffitl

22 iHg pate:Hts w rights tftepetlfttlep)".

23 (6}'I'IleNationaIAeronautics and Space

24 Act of 1958 (72 Stat. 426) is'ltmended-

J. 86-300-0



..4 shall (:<!Iltirme to be eff~<;tive with respect
, '.- .... ', .... (,...... , ..

5 to any application!J()1' patents in which

6 the written statement referred to in sub-

7secti~J;l.(c).ofsuch se<;tion has been filed

8 or requested to be filed by the Commis-

9 sioner of Patents and Trademarks prior
.. ', -"'~':'.::: " .. " .' "C-,._'.' "" _.. .. '._ ,,- -0 ,

10 tot.he effective d.ate of this Act;

11 (B) by striking out, in section 306(a)
.. :' "'" ' .. " C' .... " .. '_ ........ -._ ,.

12 thereof (42 U.S.C. 2458(a», "(as defined

13 by section 305)" andb:y strikingout "the

14 InV"entions and Contl'il;lutions Board, es-

15 tablished under section 305 of this Act"

16 and inserting in lieu thereof "an Inven-

17 tions and. Contributions Board which

18 shall beestabli~hedbythe Adnii.nistrator

19 within the Ad.niillis~ration";

20 (C) by strik'ng out. the period at the

21 endpf paragraph (13). of section 203(c)

22 thereof (42 V.S.C. 2473(c» and inserting

23 in lieu thereof a semicol()n lind by insert-

24 .ing.llfter slu:h parllgraph th~ following:

1

2

3

32

(A)J~y striking outsecthm305there

of (42 U.S.~. 2457),.except that subsec

tions . (c), (d), and (e) of such section
.... -f.,c.... -:. " .. -.J:.;,x {-J''''
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~~

'1' 'i'(14)t() prbfid~j e'ffetti~~contractual pro-

2 visioJl~fot th~'tep()rtHjgof theresuIts of tlte

3 acti'Vitiesbf ih~ Administtatlon, includin.g

4 fun' and>co.rtpj~te techJlical teporting of any
\': ,-;' 0:" _.>,_ ,'. :,' ,,' - ,;. '. _ :_>', •. ,:-: :', :;:"''''',_<:!f' innovation made in the course of or under

6 arty contract of th~ Administration.";
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4(11) Except)or pa,ragraph.(l), ~ection 9 of the

. 5 FederaLN()l1l1JlclearEnergyItesea,rch and Develop-

6 mentAct of 1974. ({2 p,S.q. 1590$; El8 Stat. 1887) is

repeal!)d.

34

1 (10) S\Ibsectioll (~) (jLthe section )302 of the Ap-

2 pala\lpiall R!1gi0lIal, .:q~y.e!oI1W!1nt Act()f 1965 (4;0

3 U.S. c." App. 302(e); 79 Stat, 5))s repealed.
•

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

(12) Section 5(i) of the ,Tenn!1ss~e.yalley AuthOl:i

ty. Act .·of .19.3.3 (16 U.S.C. 831d(i); 48S.tat. 61) is
",,; '. ',-' ', , ',-;. - ,,',-,', "'-. -, -." ", ", ""

a,mendeq pystriking b(jth pr(jyisoclauses at the. end

thereof..

(13) Section 5(d) of the Consum.er ProdJlct.$afety
.. . ,.,,. ,

Act (115 p.S.C. 2()i54(d); 88 Stat. 1211) is repealed.

(14)~ectiOll. 3. of the.Act of ~pril 5, 1944 (30

U.S.C. 323; 58 Stat. 191), is repealed.

(li5)J?ection 8001 of the Solid Waste Disposal

Act (42P,SfC.6981; 90 Stat.. 2829!is repealed.

twt SeetieH (; at the PateHt ffiltl: .'I'Faaeffitl;fk

AffiAflfhflAflt ~ .~••~ .U.s.C...88; 94~ g018).~

~epea,led.

(16),(A) C}.apter.q{}.Qf title 35, United States.

qode, .is. repealed.

(B) .The table ofchap(ersof /itle 35, United

States Code, is amended by striking out the item per

taining to chapter 38.
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1 (17) Section 6(e) (1) and (2) of the Stevenson-

2 Wydler Technology Innovation Act of 1980 (15

3 U.S.O. 3705(e) (1) and (2); 94 Stat. 2313) is repealed.

4 OHAPTER 3-EFFEOTIVE DATE PROVISION

5 EFFEOTIVE DATE

6 SEO. 531. This Act shall take effect on the first day of

7 the seventh month beginning after the date of enactment of

8 this Act, except that regulations implementing this Act may

9 be issued prior to such day.

o




