93rx CONGRESS

1sT SessioN

IN THE HOUSE OF REPRESENTATIVES

APRIL 6,1977

Mr. THORNTU\ (f01 ‘himself and Mr. Te acur) introduced the followmtr bill;

R - CH

which was referred ]0111t]} to the Commlttees on the J uchcnry and Scmnce
and Technology

A

Mo establish a wniform Federal sysfem for ma.nalgemént, protec-
- tion, and utilization of the results of federally sponsored
scientific and teehnolbgical: research and development; and

to further the pubhc mterest of the Umted States domesti-

cally and abload and for othel related purposes.

. Be ,zt e'nacted by. the Senate and House of Bepresenta- |
fes bf the United States of America iﬁ 00519;“935 assembled,
That this Act may be cited as the “Uniform Federal Re-

search and Development Utlhmtmn Act of 19 7.

TITLE I—POLICY

Sec. 101. Findings.
Sec. 102. Declaration of purpose.
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TITLE II—FUNCTIONS OF THE OFFICE OF SCIENCE AND
TECHNOLOGY POLICY AND THE FEDERAIL COORDI-
NATING COUNCIL FOR SCIENCE, ENGINEERING, AND
TECHNOLOGY

Sec. 201. Federal Coordinating Council for Science, Engineering, and
Technology.

TITLE III—ALLOCATION OF PROPERTY RIGHTS IN IN-
VENTIONS RESULTING FROM FEDERALLY SPON-
SORED RESEARCH AND DEVELOPMENT

CHAPTER 1 ——-I\"VD\ TIONS OF CO\ TRACTORS

Sec. 811. Criteria for l:he allocation of property rights in sub]ect inven- -

tions.
Sec., 812. Reporting requirements and declaratwn of intent.
Sec. 813. Minimum rights to Federal Government and the public.
Sec, 314. Contractor’s rights.

‘See. 815. Related provisions.
© Sec, 816. Judicial review.

CrAPTER 2~~INVENTIONS OF FEDERAL EMPLOTEES

Sec. 821, Reporting of inventions.

Sec. 822, Criteria for the allocation of rights to 1nventlons
Sec. 323. Application of criteria.

Sec. 824, Review of Federal agency determinations, -

Sec. 325, Reassignment of rights.

Sec. 328, Incentive awards program.

Sec. 327. Income sharing from patent licenses.

Seec. 828. Conflict of interest.

. TITLE 1V __DOMESTIC AND FOREIGN PROTECTIO\T AND

LICENSING OF FEDERALLY OWNED IN VE\TTIONS
Sec. 401. Authority of Federal agencies. . ‘

Sec. 402. Anthority of the Secretaly of Commerce in cooperatmn with

other Federal agencies.
See. 403. Authority of Adnumsm ator of General Serwces

" Sec. 404. Grants of an exclusive or partially exclusive Ticense.

TITLE V—MISCELLANEOUS

- Cuarrer l—Drerinrmoxs; Revartonssir vo Oraer Laws

- Sec. 511. Deﬁmtmns '
Sec. 512. Rehtlonshlp to other laws

CriapTeR 2 —AMENDMENT T0 OTHER AcTs

Sec. 521 Tdentified Acts 'unended

{aarrer 3—Errncum DATE Provistox

© See. 581, Lffective date of Act.
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1 TITLE T—POLICY
2  FINDINGS
3 Seo. 101. The Congress, recoghizing the profound im-
4 pact of science and technology on society and the interrela-
5 tions of scientific, technological, economic, social, political,
6 - and mstitutional factors, hereby finds that—
. 7 (1) inventions in scientific and technological fields
| ,%j’ 8 vesulting from work performed under Federal rescarch
"j 9 and development programs constitute a valuable national
10 - .'resourcé‘;
11 (2) Federal policy-on the allocations of rights to”
12 inventions resulting from federally sponsored research -
.'13 and development should stimulate inventors, meet the -
i | 14 needs of the Federal Government, recognize the equities’l
I 15 . of the Federal "emplbyee—inventor,' and tho TFederal
g 16 ~ Government contractor, ahd serve the public interest;
17 ,. and |
18 . v (8) the public interest would be better served if
19 greater efforts were made to obtain patent protectilonf :
2 _and to promote the commercial use of new technology™
21 1'esu1ting from federally sponsored research and develop- -
92 - ment, both in the United States and ‘fbréigh ‘countries, as

23 <. dppropriate. . "’
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 DECLARATION OF PURPOSE
Sec. 102. It is the purpose of this Act to—

{1y ﬁsf-ablish a uniform Federal system for the man-

‘agement and use of the results of federally sponsored

* selentific and technological research and development; ..

(2) provide for uniform implementation of .the

provisions of this Act, and to make a confinuing effort

to monitor such implementation;

{3} allocate rights to inventions by contractors

which result from federally sponsored research and

development so as to—

(A) encourage the pm‘ticipdtion of the mdst..
~ qualified and competent contractors, |
{B) foster competition, o
(C) reduce the adﬁninistr&tive burdens, both for.
the Pedersl agencies and its c_ontractolfs_-,_ and
| (D) protect the public investment m rosearch
-f.i;n;dr deveio_pmei;tt by prometing t}iej_ widespread
utilization of inventions; ,,
{4} allogate ﬁghts. to Federal el-fnplﬁ,)yee."ini.rentions, :
in an equitsble manner; |
| - (B) provide for a domestic and foreign protec-
tion and licensing program to obtain .eomméreia} utilizas

tion of federally owned inventions, with the objective
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1 of‘stréngthen'ing; the Nation’s economy and expanding its

J % domestic and. foreign. markets; and |
; 3 (6) amend. or repeal other Acts and Executive
4 orders regarding the allocation of rights to inventions
5 which result from federally sponsored research and de-
6 velopment and: the Licensing of federally owned patents.
. 7 TITLE - II—FUNCTIONS . OF THE :OEFIOE_ @F
g s  SOIENCE AND TEGHNOLOGY POLICY AND
[ -9 - THEFEDERAL COORDPINATING COUNCIL FOR

10 ~  SCIENCE, ENGINEERING, ANI;}' TECHNOLOGY
11 FEDERAL: COORDINATING CQUNCIL FOR SCIENCE,
12 |  ENGINEERING, AND TECHNOLOGY |

13 Se€. 201, (a) The Hederal Qoor&inating Council for

]
5
E“J
S
i

14 Science, Engineering, and Technology (estabhished by see-
15 - tion” 401 of the National Science and Technology Policy,
16, Qrganization, and Priorities Act of 1976 (42 U.8.C. 6651)))
17  (hereinafter in this Act referred t{) as the “Couneil”) shall
<18 -make ;;eednnne‘ndations to the Director of the Office’ of
‘19 Science and Technol.ogy Policy - {hereinafter in this. titte

- 90 yeferred to as the “Director”) , with regard to— -

21 (1) uniform and effective planning and administra-
22 tion of Federal programs pertaining. fo _inventitmé,
23 . patents, trademarks, copyrights, rights in technical data,

24 and matters connected therewith; - © -




6 |
- {2) uniform policies, regulations, guidelines, and
practices to carry out the i)l‘OViSiOIl’S of this Act and oﬂler
TFederal Government dbjectives in the field of intellectual
property; and
© o (3) ‘uniforr.nity_ ‘and eﬁe_ctiv.en.ess of interpretation
. and implementation by_ individual Federal agencies of
the provisions of this Act and other 1'eléted I e.deral
" (fovernment policies, regulations, and practices.

(b} Recommendations regarding matters set forth in

‘subsection (a) which are made by the Council and adopted

by the Director shall be transmitted to Tederal agencics

~ through appropriate channels.

“{e) In brder to carry out the 1'eéponsibilities set forth

in subsections (a) and (b), the Couneil is authorized to—

- (1) acquire data and reports from Federal agencies
on the interpretation and implementation of this Act
“and related policies, regulations, and practices;

*(2) review on its own Iinitiative, or upon request

" by a Federal agency, Federal agency implementation of

~ the provisions of this Act; ‘7‘_. o
“*(3) analyze on a continuing basis data acquired by
the Council; | o
- (4) éo_nsidei* problems and developments in the
~fields of inventions, pa.tenté, trademarks, copyrights,

rights in technical data, and matters connected therewith

iukne et ey

eV,
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~ - and ‘the impact thereof on Federal Goverment poliecy or
- uniform accommodation or implementation by Federal
agencies; and
(5) publish annually a 1"61)'.0.]5‘1} on Council efforts,
~ findings, and recommendations made under this section.
TITLE III—ALLOCATION OF PROPERTY RIGHTS
- IN INVENTIONS RESULTING ¥ROM FEDER-
ALLY SPONSORED RESEARCH AND DEVELOP-
MENT |
- CHAPTER 1.—INVENTIONS OF CONTRACTORS
ORITERIA YOR THE ALLOCATION OF PROPERTY RIdHTs N
, SUBJECT INVENTIONS
Sec. 311, The allocation of property rights in subject

inventions shall be determined by uniform regulations, is-

‘sued by the Administrator of General Services and the Sec-

retary of Defense, employing a single patent rights clause

in all instahces",except as may be pi'ovided in such regula-

tions, subject to the minimum rights acquired under section

813 (a) (2), or as provided in section 315(d). Such a

patent rights clause shall include the provis'ions required hy

* section 812, 313, 314, and subsections {a), (b), and (e¢)

of section 315.

REPORTING REQUIREMENTS AND DECLARATION OF INTENT

" SEc. ‘3.12. The contractor shall promptly provide the |

sponsoring Tederal agency with (1)} a disclosure of each
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- subject invention which is or may be patentable under the

contractor intends to file a patent application on the subject
invenﬁon; and (3) if the contractor elects to file, a. declara-

tion of the contractor’s intent to commercialize or otherwise

achieve the widespread utilization of the invention by the

public. The Tederal Government shall withhold publication

- or release to the public of information disclosing such in-

vention for a reasonable time in order for a patent applica-

tion to he filed.
MINTMUM RIGHTS TO TOE TEDERAL GOVERNMENT AND
THE PUBLIC

Sec. 313. (a) Bach Federal agency shall acquire oi

. behalf of the Federal Government, at the time of contract-

mg-—

(1) an agreement that, if the contractor elects not
‘to file & patent app'lié_a:tion on a éubject invention in any
country, title to such an invention shall be a-séign'ed to
the Federai Go'vernm'ent; subject to:the rights j'étaine"d

by the ’céﬁtmct;or under séction 314 ; and
~(2) an agreement that, if the contractor elects ‘to
file a patent application in @ccordance,with seétion 314—
- (A) the Federal agency shall have a nonexclu-
sive, nontransferable, irrevoé&ble, paid-up license fo

practiee or have practiced for the Federal Govern-

“laws of the United States; (2) an election whether the |

bt A e T POV TR 1
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1 | ment any subject invention througheut the Wbrld
| 9 by or on behalf of the .Federal ‘Government (includ-.
3 ~ing any Federal agency), and may, if provided .in
4 - such agreement, have additional mights to sublicénse
5 - wany State .or donrestic local government or to sub-
6 license any foreign government ;pur-sﬁant' to foreign
7 - ppoliey :considerations; or any -:e&ist'iﬁg or future
| g freaty or agreement; when the Federal agendy de-
* 9 ~ termines it would be in -the‘ national inferest to
- 10 - acquire:such additional rights;
D 1 (B} the Federal agency shall have the right to
12 o Fequire ‘periodic written reports at 1'easonéble inter-
: 13  wals ‘&II‘&, ‘when specifically requested by such
14 o a,gencjr,- reports on the commercial use or other form
5 - of utilization by the public that is being méde or is
16 - intended to abe;ma.de of \any subject invention;
17 - (C) ithe Federal agency -shall have the right
18 “to require the contractor ‘to .grant a nonexclusive,
9 - ‘partially exclisive, or exclusive license to a re-
96 - . . sponsible applicant or .:'a}éplic&nfs m any field of
21 wisé tothe subjeet inventien, wpon terms reasonable
99 ~under:the eircumstances, or, i i;h_e' contractor refuses,
23 : to grant-swch a license itself if the.agency determinés
o4 such :action 38 zne@eséary because ;thé contractor has
95 ~ not taken, or is not expected to take within a rea-

H.R. 6249—-2
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sonable time, effective steps to achieve practical ap-

- plication of the subject invention in such field of

(D) the Federal agency shall have the right
to require the contractor to grant -a monexclusive,

partially exclusive, or exclusive license to a respon-

“sible applicant or applicants, upon ferms reasonable

under the circumstances, or, if the contractor refuses,

"t grant such a license itself if the agency determines,

in accordance with subsection (b), that such action

- i¥necessary—:

(1) to ‘alleviate health, -safety, or wel-
fare ‘needs which. 'a.'i'é not reasonably satisfied
by the contractor or its licensees;

(n)to meét requirements’ for publié use
'speéiﬁeﬂ‘- by Federal regulafion which are not
“reasonably satisfied by thé coniractor or its -

- -eensees; or . . |
~ e (jif) - because the.exclusi'vé"fights to such
subject invention’ iri the confractor have tended
substantially to lessen coripetition or to resﬁjf
. in undue market concentration in any section

.of .the United States in any line of commerce

.. which the: technology relates, or to create or
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‘ .'_.anéxintaiil:other- sitnations inconsistent with the
- antitrust laws;and -

" (E) the Federal agency shall have the right,

~“ cominencing ten years from the date the subject in-

vention was made or seven.years after first public

| S—

~ use or on sale in the United States, whichever oceurs
*-first - (excepting that timebefore Federal regulatory

agencies necessary to’obtain premarket clearance),

to require -the -contractor ‘to grant a nonexclusive,

partially exclusive, or exclusive license to a respon- |
- sible applicant or applicants, upon terms reasonable
~ under the circumstances, or,if the contractor refuses,
- to grant -such a license “itself if-such agency deter-
- mines, in accordance with subsection (b)- (in'view
“of the factors set forth in section 315 (b)) that such
Ticensing would hest suppoxt the overall purposes of
this Act; cxcept that this subparagraph shall not

- “apply to contractors Who are small business firms as )

e r——

* defined: by the Small Business "Administration. <~
(b} The determinations: required under subparagi'ap'ljs
(D) and (E )-to be made’in accordance with’ this subsection

shall be made upon the basis of such information as may be

93 - presented by the contractor, any interested person; or any

R ‘/"
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Federal agency. Such determination shall be made after
public notice and opportunity for hearing if—
(1) in the case ofssubp.aragraph (D}, sﬁch a hear-
in'g is -reque—sfed by :any interested person justifying such
-8 hearing; and |
| (2) :in.—.the_ case of subparagraph (E}, such a hear-
- ing is requested by a tpl'ospéctive licensee, who has
attempted nnsuccessinlly to obtain such a license from
the contractor, justifying:such a hearing.
CONTRACTOR'S RIGHTS

' SEe. 314, The contractor shall vetain a defeasible title

‘only to those subject inventions (including the right to -

license or assign:all or part-of iits interests therein} on which

the contractor files a United States patent application and de-

clares‘its intent to achieve :practical application-of the subject :

invention. Such title in the contracter shall permit the

contractor to retain -exclusive commercial rights to the in-
vention .~subjéc.t 4o all rights granted to the Federal Govern-

ment in seefion 313 (a) (2). "Th_e\ contractor’s employee

inventor may also Tetain contractor’s zights under this sub-

section with permission -of the contractor -at the diseretion

of the sponsoring Federal agency. The contractor shall also
retain a monexclusive, royalty-free license under all other
reported subject inventions, which license shall be revocable

only to the extent necessary for the Federal Government to
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grant an exclusive license; in accordance with the provisions
of scction 404, under any patent which may issue thereor.

~ BELATED PROVISIONS:
SEC. 315. {a) TFach sponsoring: Federal agency, for
good cause shown by the contractor, ina,y extend the period

of the contractor’s: exclusive: commercial rights provided for

-in seetion 313 (a) (2): (B) following publ'ie notice’ and an

opportunity for filing written objections. The grant of such

an extension shall be based upon a determination by the

Federal agency, upon review of such material as it deems

relevant, and after the contractor or any other interested
‘person‘ or Federal agency has had an bpp-o-vtunity to provide -
such relevant and materiod information as the: Féderal agency

may require, that sueh extension would best support the

overall purposes of this Act. |

© by In dbt’elminiﬂg whether the riglt to: require licens-

ing or the right of the Federal ageney- to- license set forth in

section’ 313 (a) (2) (B} shoult be exercised; the Federal

agency may consider, among- others; the following type of

faetors, as- appropriate:

(1) the relative contributions: of the Federat Gov-
emnﬁent and the contraetor or its a,ssigneés: or Heensees,
it any, to the making and cémmercialization of the
subject invénﬁon;'

(2) the relative contributions of the Federal Gov-
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ernment and the contractor or its assignees or l-icénsees,
if any, to the field of technology to which the subject
invention relates; ' |

- (3) the degree to which utilization of the subjecﬁ
invention has satisfied the purposes of the program
. under which the subject invention was made; -

.' (4) the type and scope: of the  subject invention
aﬁd the magnitude of the problem it solves; |

.- (5) t’he‘.effec,t of such licensing on competition and
“widespread utilization of th;e .su}__}ject Invention; -
{6) the effect. of such licensing on incentives to
- commercialize this and other subject inventions;

o {7). the ef;feﬁt,to’ which the subject inxrentién is
_concerned';with t.he..-puhlio hezﬂth,-ﬁafetjr ibf Welfareﬁ‘
and

- (8) the eﬁect of such lidensing in assisting small
‘businesses and minority- 'bl_lsine,ss,enfenprises ‘_an.él in "im-
. proving conditions within economically depressed, low-:

| income, and Jabor surplus areas. |

(c) When it is determined that the right to require

Ticensing or the right of the Federal agency to license should

be exercised pursuant to subparagraph (C), (D), or (H)
of seetion 313 (a), _(2)-, the nge‘ljal,ka;gqmy may specily terms
and conditions, ncluding 1'035alties to- be- c¢harged, if any,

and the duration and field of use of ffh‘e_, license, if appropriate.
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{d) (1) The head of & Federal ag’en’éy may deviate on

a case-by-case  basis ‘from the single patenﬁ rights clause

normally used pursuant to section 311, provided that such
deviation shall be. published in the Tederal Register and
transmitted. to the Couneil for performance of its functions |
under section 201 of this Act.

(2) The regulations.adopted ;pﬁrsuant to section 311

. may petmit. deviation to the minimum rights acquired under

section 313 (a) .(2) on a classlbasig in— . -,
- {A) contracts involving cosponsomd cost sharmg,'
or ]omt venture research when the contractor is required
- to‘make a substantial contribution of.funds, facilities, or -
equipm.ent to the work performéd”under the contract;
~and-.. -

(B) special .contxaqting‘. situ.a_tions: such _as Federal
. price. or purchase supports and Federal loan or loan

guarantees. - - | |

. (8). No deviation under this subsection shall waive,

in whole or in part, the minimum rights to be secured for
" the Fedefa.l Government set forth in section 313 () (2) -
(D) (i) .

JUDICIAL REVIEW.

BEC. 016 Any person adversely affected by a Federal

. agency determination made under subparagraph (C); (D),

or (B) of section 318 {a) (2} or under subsection (‘a)l, (.b),?
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or (c) of section 815 may, at any time within sixty days

-after the determination is issued; file a petition to the United
States Court: of Claims which shall:have: jurisdiction. to- deter-
" mine the matter-de novo and to affirm; reverse, or modify as

appropriate, the determination of the Tederal 2gency..

CHAPTER 2.—INVENTIONS. OF FEDERAL. EMPLOYBES
i::EPORmENG: OF INVENTIONS:
"~ See. 321.. All' inventions niade by I'ederal: employees
while under the administrative jurisdiction of a Federal
ageney shall bgﬂ reported: to the: designated authority of that
Federak agency:. |
o GR;ITEREA, FOR THE. ALLOCATION OF RIGHTH.TO
INVENTIONS

SeC. 322. Subject to in‘esdribéd rules and! 1reg111ati'01als'
issued by ‘-ﬁl@‘ Gommissiener of the United States Patent aﬁd
Trademark Offiee, each Federal aeney shalb determine the
1'especfive rights of the Iederal Government- and of the

Federal employee-inventorin and to:any invention made by

a Pederal employee while under the administrative jurisdie-

tion of such agency, in accerdance with the following
criteriﬁ: o

(a) The Federal Government shall obtein, subject to
subsection (¢}, the entive right, title and interest in and to

all inventions made by any Federal employee which bear a
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relation to the duties of the Federal employee-inventor, or
are made in consequence of his employment.

(b} A Federal employee shall be entitled to retain

~ the entire right, title, and interest in and to any invention

made by the employee-inventor, subject to & nonexclusive,

nontransferable, irrevoeable, paid-up license to practice or

have practiced for the Federal Government any such in-

vention throughout the world by or on behalf of the Federal

Government {including axly Federal agency) in any case

“where the vention does not bear a relation to the duties

of the employee-inventor or was not made in counsequence

- of his employment, but was made with a contribution by

funds, or information, or of time or serviges of other Federal

- employees on official duty. The Federal ageney may acqﬁiré

additional rights to sublicense any State ‘or domestic local

‘suant to foreign policy considerations, or any existing or .

“government or to sublicense any foreign government pur-

future treaty or agreement, where the Federal agency de-

termines it would be in the national interest to acquire such

additional rights.
" {c) The Federal employee may obtain the entire right,

title, and interest in and to an invention in any country, sub-

jeet to the license and sublicensing rights set forth in subsee-

H.1. 6249—-3
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tion (b}, where the Hederal agéncy determines that there

is insufficient interest in the invention to justify seeking

-patent protection in'.that-co‘untry,- although the Federal Gov-
-emment:mayhavé taken ftitle to the invention or may be

“entitled to the ertire right, title, and interest therein under

subsection (a), except that nothing in this paragraph shall

prevent. a Federal agency from publishing or dedicating to

- the public such an invention if it is in the public interest.

. {d) A Federal employee shall be entitled to retain the

eentire right, title, and interest in and to any invention made

. by the employee in any case not falling .within subsection

{(a), (b.),lor (e)-

{e) Notwithstanding subsection (a) of this section, a

TFederal agency may enter into agreements with other pub-

lic or private parties wherein future or identified inventions

falling within the eriteria of subsection (a) and made in

performance of cosponsored, .cost-sharing, or. joint venture

.research involving & substantial contribution of funds; facili-

ties, equipment, or employees by such parties, may be allo-

cated in a manner satisfying the contribution of such parties.
APPLICATION OF CRITERIA - ./ . %

- "8ro0. 328, (a) In applying the critoria of section 822

to the facts and circumstances relating to the making:of any

‘particular invention—- .- .
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~* (1) it shall be presumed that an invention falls
within the criteria of section 322 (a) -:When made by’ a
= Federal employee who is employed or assigned to—
“(A) 1invent or improve or .'pel'feCt'any. art, ma-
Ghiné, manufacture, or composition of ma.tter,
0 (B) conduct or perform research or develop-
ment work, or both,-
= (C) supervise, direct, coordinate, or feview
. federally financed or conducted research or develop-
- -ment work, or hoth, or - | e
(D) act in a liafson capacity among Federal
" or non-Federal agencies: or individuals cugaged in
~guch work; and - ' |
(2) it 'shall be -presur'ned that an invention falls
- within_,.th'er criteria of section 322(Db) “when made by

any other Federal employee.

~ (b} Either presumption required by subsection (a) may

be rebutted by the. facts or circumstances of the conditions

under which any particular invention is made.

© |+ REVIEW OF FEDERAL AGENCY DETERMINATIONS

.t Be0. 324, Federal agency determinations regarding the

respective rights of the Federal Government and the Federal

- employee-inventor. are to be-reviewed in accordance with
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prescﬁbedill‘ules and regulations’ issued pursuant to section
322 whellevvel"f |
(1) the Federal agency determines not to acquﬁ’e
- all right, title and interest in an invention, or
- (2) the Federal employee-inventor who is ﬁg~
- grieved by the defermination requests such a review. -
| REASSIGNMENT OF RIGHTS
- Sro. 825. Whenever a Federal agency finds on the basis
of-.n-ew evidence that 1t has acquired rights in an inﬁeﬁti(m
greater than the Federal Government is entitled to aSSe;'t
’ﬁnder the eriteria of section 322, thé Federal agency shall ad-
“just such inequity by granting such rights to the Federal em-
| pioyee-inventor as may be 1lece$sary to correet the inequity.
 INGENTIVE AWARDS PROGEAM -
B SEO.:B?G, (2) Incentive awards may be granted to PFed-
eral emﬂoyee—inventors in order to—
(1} monetarily reWard oi' otherwise recognize Fed-
- eral employees for inventions; and
(2} stimulate inventive creativeness and encourage
Federal employees to disclose their inventions and there-
--..by eﬁhance the transfer and utilization of felat-ed teéhQ
nology. | .
(b) These awards shall be granted pursuant to the |
provisions of chapter 45 of title 5 and chapter 57 of title 10,




1 United Btates Code, and in ‘accordance with regulations -.is~
2 sued thereunder except as modified by this Act. - |
'3 (c) The amount of the award for an invention shall be
4 based on— |
5 - (1) the exteﬁt to which the invention advances the
6 . state of the art;
7 (2) the scope of the application of the invention.; '
8 (3) the importance of the invention in terms of is
9 . value and benefits to the Federal Government; and
10 - {4) the extent to which the inveﬁtion has achieved
11 - utilization by the public. |
12 (d) Awards of up to $10,000 for an invention may be

13 granted by the head of a Federal agency. Awards in cxcess

14 of $10,000 but less than $35,000 may he granted—

15 - (1) for Federal civilian employees by the head of
16 the Federal agency with the approval of the Civil Serv-
17 ice.Cdmmissic.)n; | | o |
18 (2). for members of the Armed Forces with the
19 - . approval of the Seéretary of Defense; B
20 - - . (3) for members of the United States Coast Guard
91 - when not operating ﬁs a service in the Navy with the
22 approval of the Secretary of Transportation;

23 - (4) for members of the Commissioned Corps of the
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- Tnited States Public Health Service with the approval
of the Secretary of Health, Education, and Wellare; and
(5) for members -of the Commissioned Corps of the
National Oceanic and Atmospheric Administra’tion*with
- . the approval of the Beeretary of Commerce,

upon recommendation that the invention is: highly excep-

.tional and  unusuvally outstanding. Awards in excess of

$35,000 may be made in those instances where the head

of the Federal agency, based upon the value and benefit of

the ‘inventor’s contribution, recommends to the Chairman

of the Oivﬂ_ Service Commission and the Director of the

Office of Management and Budget that a Presidential award

be thade. Upon endorsement of both the Chairman of the

Civil Service Commission and- the Director of the Office of

:l\Iallagenlént and Budget and approval by the Pi'esidellt,

-an award in excess of $35,000 and an honorary recognition,

may be granted as deemed appropriate. -

< i-(e) A cash award under this section is in addition to

the regular pay of the recipient. Aeceptance of a cash award

under this section constitutes an agreement that any use hy

the- Federal Government of an idea, method, or device for

which the award is made does not form the basis of a further
claim of any nature against the Federal Government by the

recipient, his heirs, or assigns.
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{f) A cash award and expense for honorary recogni-

. tion of a Tederal employee—inirentor shall be paid from the

fund or appropriation of the Federal agency ‘primarily

‘benefiting. The head of the Federal agency shall determine

the amount to be paid by the Federal agency for Federal

agency awards and the President shall determine the amount

. of the award to be paid by each Federal agency for Presi-

. dential awards made under subsection (d). -

(g) N-othing‘contained in this section shall be construed

‘to lmit the discretionary power of the Federal agency

to grant or not grant an incentive award under this section.
NfINGIOME-'SHARING FROM . PATENT LICENSES .

8rc. 827. In addition to awards as provided in section

326, In. instances w_here a Iederal "agency grants income

bearing patent licenses ‘for an invention, _su.ch Federal

agency may share the income received with the Federal

-employee-inventor.

CONFLICT OF INTEEREST

SIuC 828, Determmatlons of an appointing of‘iclal pur-

suant to section 208 (b) of title 18 United States Code, re-

garding the proinotion of Federal employee’s invention by
such employee shall be subject to 1’egulzih'ons preseribed by
the Secretary of Commerce with the concurrence of the Civil

Service Commission and the Attorney General.
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1 TITLE V—-—DO\IESTIC AND FOREIG\T PROTEC«

2 TION AND LICENSING OF I‘DD]* BALLY

3 OWNED INVDNTIO\TS

4 ~ AUTHORITY OF FEDERAL AGENCIES

5 Sec. 401. Federal agencies .are authorized to—
§ 6 (1) apply for, .obtam, and maintain patents or other
7 forms of protection in the United States and in foreign
8 countries on inventions in which the Federal (fovernment
9 owns & right, title, or int-eresf:;
10 ~{2) promote the licensing of inventions covered by
11 - dederally owned patent applications, patents, or other
12 forms of protection obtained with the objective of maxi-
s | 13 mizing utilization by the public .of the .inventions covered

14 thereby ;

15 - (8) grant noilexclusive, ‘exclusive, or partially ex-
16 | clusive licenses under federally owned patent applica-
17 tions, patents, or other forms of protection obtéjned,
18 royalty-free or for royalties or other _considei‘aﬁon, and
19 - on such terms.and conditions, in(ﬂuding the grant to the
; 20 licensee of the right of enforcemeﬁt 15111'511a11t to the pro-
| g 21 visions of chapter 28 of title -35, Unifed States Code,
o 22 . as deemed appropriate in the public interest;
23 (4) make market surveys and other investigations
24 for determining the potential of inventions for domestic

25 and foreign licensing and. other forms of utilization;
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acquire technical information and engage in neg.otia.tions
and: ofher activities for prometing the licensing and for
the purpose of enhaneiﬁg their marketability and public
utilization;

{b) withhold: publication: or release to the public

information disclosing any invention in which the Fed-

eral Government owns or may own a right; title, or
interest for a reasonable: time in order for a patent ap-
plication t_orbe‘ﬁled.; |

(6} undertoke the above and all other suitable and
neeessary steps to protect and édministerrights to inven-
tions on behalf of the Federal Govermment either directly
or through conﬁract ;

(T) transfer custody and administration, in whole

_or in part, to. the "epa.rtment of Commerce or to othex

Federal agencies, of the vight, title, or interest in aiy
invention. for the purpﬁse of administering the: authofitiés
set forth in.paragraphs (1) through (4):, without regard
to- the provisions of: the.F‘edeml"- Property and Adminis-

trative- Services Act of 1949 (40 U.8.C: 471} ; and

(8} designate- the Pepartment of Commerce as
recipient of any or all funds recetved from fees, royalties,.

or other management of federally owned inventions au-

thorized under this Act,

B P ——



26
1 AUTIORITY OF THE SEOEETAR& OF COMMERCE IN
2 'COOPERATION WITH OTHER FEDERAL AGENCIES
3 8Ec, 402. The Secretary of 'Gommefce is authorized
4 in cooperation with other Federal agencies to—
) 5 | (1) coordinate a progrém for assisting all Federal
6 - agencies In carrying out the authority set forth in see-
7 tion401; | |
) 8 - (2) .-pub.lish notification of. all.feﬂel'ally otwned in-
S ventions that are available for licen.sing'; —
10 - (8) evaloate inventioﬁs referred by Federal agen-
11 -. - cies, and patent applications ﬁled_thereon, in order
12 . to identify those inventions with the greatest commercial
13 potential and to insure promotion and t_ltilizatién by the
14 public of ventions so identiﬁed;
15 (4) assist the Federal agencies in secking and
16 maintaining profeétion__ on. mventions in the United
17 States and in foreign countries, iriclu.ding the payment -
18 of fees and costs connected therewith;
19'l - . .(B) aceept custody and administ_ratidn, in whole
op -  or in part, of the right, titlé,'- and interest in any in- - | r&
21 vention for the purpeses set forth in sections 401 (1)
29 through. (4), with the approval of the Federal agency
93 concerned without regard to the_,provi'sions of the Fed-
24 eral Property and Adlninisfi*ative Service Act of 1949 |
2% (40 U.8.C. 471);
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1 (6). receive funds frém fees, royalties, or other
9 . management of federally owned inventions authorized

: 3 under this Act, but such funds shall be used only for |
4 the purpose of this Act; and |
5 (7) undertake these and such other functions either
6 directly or through such contracts as are necessary and
7 appropriate to aecompliéh the purposes of this title. .

§ AUTHORITY OF THE ADMINISTRATOR OF GENERAT SHRVICES
9  Sec. 403. The Administrator of Generé,l Servicés is an-
10 thorized to promulgate 1'egu1a£i0ns specilying the terms and
11 eonditions upon which any federdll_y owned invention may
; 12 be licensed on a nonexclusive, partially exclusive, or exclu-
13 sive basis. -

14 - GRANTS OF AN EXCLUSIVE OR PARTIALLY EXCLUSIVE
15 | LICENSE

16 - Spc. 404. (a) Iederal agencies may grant exclusive or

17 partially exclusive licenses in any invention covered by a

1 18 federally owned domestic paftent. or pafent application only;_‘__
19 if, after public notice and opportunity for filing written ob-:

20 jections, it is determined that— -

21 (1) the interests of the Federal Government and

22 the public will best be served by the proposed license, -

23 - ;in. view of the applicant’s intentions, plans, and ability:

; | 24. - to bring the invention to practical application or othér-_;

N —
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wise promote the invention’s utilization by the public;
(2): the desired: practical application bas not been
achieved, or is not likely expeﬂitiously to: be .aichieire&,
under any nonesclusive license which has been granted,
or which may bie granted, on tlli.erinvcnticn;

(3). exclusive or p.ii;rt-ially‘ exclusive licensing is. a
reasonable and neeessary incentive to &ﬂlﬁ fo.rth ﬂle
investment of fisk capital and: e_xpe_nd'itures to- bring the
mvention fo. practical application or étherwise promote
the invention’s ufilization by the public; and . |

(4) lthe‘ propesed terms and scope of exclusivity are
not preater than 'rea_sonably necessary to: provide- the
incentive for bringing thc_'inventioh to practical a,pplica}
tion or otherwise promote the invention’s uiilization by
the public; : ’

except that a Federal ageney shall nét grant such exclusive |
or partially exclusive license if it determines fhat the grant of
such license: Wﬂl’i tend subsiantia.ﬁy_fQ'IeSSen-'competitfian or
result in' undue concentration in any section of the eountry;
in any line of commerce to. which: the technology to be
licensed relates, or' to create or méilltaiil other situations
incoﬁsisten-ﬁ with the antitrust laws, N
(b) After consideration: of whether the interests of the
Federal Government or United States industry in foreign

commerce will be enhanced, Federal agencies may grant
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wexclusive or partially exclusive licenses. in ary invention

-covered 'by a foreign patent application .or patent:after public
motice and oppertunity for filing wvritten -objections except
~that, a F:ederal agency shall not-grant such exclusive or par- -

tlally exclusive license if it :determines that the grant of such

Jicense will tend -substantially -to dessen competition or result

an sundue .coneentration in any ‘secfion of ‘the country in any
line of commerce ito which the techmology to be licensed

‘relates, or to - create-or maintain .other situstions inconsistent

with the antitrustlaws.
(¢) The Iederal agency shall mamtain-a record of deter-
minations to grant exclusive or partially exclusive licenses.

(d) Any grant of an exclusive or partially exclusive

license shall contain such terms and conditions as the Federal

agency may determine to be appropriate for the protection of
the interests of the Federal Government and the public, in-
cluding provisions for the fellowing: o | |
$(1) periodic Wriften reports at reasonable intervals |
including, when specifically requested by the Federal
agency, the -extent of the commercial or other use by
t‘hé public that is being made or is intended to be made
of the inlvention ; |
(2) a nonexclusive, nontransferable, 'in'evoéable,
‘paid-up license to practice or ha-ve. practiced for the

Tederal Government the licensed invention throughout
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the world by or on behalf of the Federal Government

~ (including any Federal agency) , and the additional right

to sublicense any State or domestic local government or
to sublicense any-foreign government pursuant to foreign |
policy considerations, or any existing or futﬁre treaty
or -agreemenf if thé Federal agency determines it would
be in the national interest to réta,in such additional rights;

- (8) the 1'ight'0f the Iederal agency to terminate

-such license in whole or in part unless the licensee dem-

onstrates to the satisfaction of the Hederal agency that

. the licensee has taken effective steps, or within a rea-

sonable time is. expected to take such steps, to accom-

plish substantial commereial or other use of the invention

by the public; and

(4) the right of the Federal agency, commencing
three years after the grant of a license, to require the

licensee to grant a nonexclusive or partially exclusive

license to a responsible applicant or applicants, upon

terms ‘reasonable under the circumstances, and in ap-

propriate ~circumstances  to terminate the license in

whole or in part, after public notice and opportuility ‘

©for a hearing, upon a petition by an interested person
 justifying such- hearing; if the Federal agency deter-
‘mines, upon review of such material as it deems rele-

“vant, and after the licensee, or other interested person,
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- has had the opportunity to provide such relevant and

material information as the Federal agency may require,

that such license has tended substantially to lessen com-
petition or to result in undue concentration in any sec-
tion of the country in any line of commerce to which
~the - technology relates, ‘or to create ‘o.r' maintain other
. situations inconsistent with the antitrust laws.
© TITLE V—-MISCELLANEQUS
- CHAPTER ~1.-——DEFINITIONS.; RELATIONSHIP TO
Oraer Laws |
DEFINITIONS
SEc. 511, Asused in this Act—
(2) The term “Federal agency” means an ‘.‘executlve

agency’ as defined by section 105 of title 5, United States

Code, and the military departm_eﬁts defined by section 102

of title 5, United States Code..
| (b) The term “Federal employees’” means all _ei’nployees

as defined in- section 2105 of title 5, United States Code,

-and members of the uniformed services:

~-(e) The term “contract” means any contract, grant, or

agreement;enteljéd into between any Federal agency and

~any person for the performance of experimental, develop-

mental, or research work substantially funded by the Fed-

eral Government. Such term includes any assignment, sub-.

stitution of parties, or subcontract of any type entered info
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for the performance of experimental, de\?elopmental, or re-
search work under a contract.

- (d) The term “contractor” means .é,ny person (as de-
fined In section '1. of title 1, United States ‘Code) that is a
party to the contract. N

(e) The term “invention” means any invention or dis-

covery and includes any art, method, process, machine,

manufacture, -design, -or cemposition -of matter, or any new

and useful improvement thereof, or any wariety of plant,
which is or may be patentsble or otherw.ise protectable under
the laws of the United States. |

(f) The term “‘subjeet invention” means any invention
or discovery of the contracter conceived or first actually
- reduced 'to practice in the -course of -or under a contract.

(g) The term “practical aﬁplica'-tien” meé-ns to ‘manu-
facture in the case of a eomposition or product, to practice in
-the -case -of a process, or to operate in the case of .a, machine
or system, and, in é‘ac’h case, nnder sch -conditions as to
establish that the invention is :B'eing worked and -that its
beheﬁts are available to the public either on reasonable terms
or through reasonable licensing -'a-1'i'angements.

(h) The term “person” means any dividual, partner-
ship, corporation, -association, -insti’tutiqh, or other eﬁtity.

(i) The term “made”, when used in relation to any
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to practice of such invention.

-(j) The term “antitrust law” means-—

(1) the Act entitled “An Act to protect trade and

commerce against unlawful restraints and monopolies”,
~approved July 2, 1890 (15 US.C. 1 et seq.},:‘as

amended; ¢

= (2). the Aet entitled “An Act to supplement exist-

- ing laws against unlawful restraints and monopolies,

and for ‘other purposeés”, approved October 15, 1914

- (15 UB.C. 12 et seq.), as amended;

(3) the Federal Trade Commission Act (15 U.8,C.

41 et séq.), as amended;

- (4) sections 73 and 74 of the Act entitled “An Act

to reduce taxation to provide ‘revenue for the Federal

‘Government, and for other purposes”, approved Au-

gust 27, 1894 (15 U.8.C. 8 and 9), as amended; and

..+ {B) the Act of June 19, 1936 (15 USO 13,

13a, 13b, and 21a).

- .. RELATIONSHIP TO OTHER LAWS

- vey to any individual, corporation, or other business organi-
zation. immunity from civil or criminal Hability, or to create

defenses to actions, under any antitrust law.

.~ 810, 512. Nothing. in this Act shall be deemed to con-
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CHAPTER 2.—AMENDMENTS 70 OTHER ACTS
IDENTIFIED ACTS AMENDED

See. 521. The following Acts are hereby smended as
follows: .~ .~ . - T

(2) Section 10 (a) of the Act of June 29, 1935, as
added by title 1 of the Act of Augnst 14, 1946 (7 U.S._C.
427i(a) ; 60 Stat. 1085) is amended by striking out the
following: “Any contracts made pursuant to this authority
shall contain reqtﬁrements making the results of research
and investigations available to the public through dedication,
assignment to the Government, or such other means as the
Secretary shall determine.”. |

(b) Section 205 (a) of the Act of August 14, 1946
(7 U.S.C. 1624 (a) ; 60 Stat. 1090) is amended by strik-
ing out the following: .“Any contract made pm‘su:ant to

this section shall contain requirements making the result

.of such research and investigations available to the public

by such means as the Secretary of Agriculture shall
determine.”. | | .

(¢) Section 501 (c) of the Federal Coal Mine Mealth
and Safety Act of 1969 (30 U.S.C. 951 (c) ; 83 Stat. 742)

is amended by striking out the following: “No research, dem-

onstrations, or experiments shall be cairied out, contracted

{or, sponsored, cosponsored, or authorized under authority

of this Act, unless all information, uses, produets, processes,
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35 T
patents, and othér: devielopments resulting from such re-

search, :demonstrations, or experiments will (with such ex-

ception and limitafion, if any, as the Secretary or the Sec- _
vetary of Health, Education, and Welfare may find to be
necessary in the public interest): be available to the general

public”.

- (d) Section 106 (¢) of the National Traffic and Motor

" Vehicle Safety Act of 1966 (15 U.8.C. 1895 (c) ; 80 Stat.

721) is repealed.

- (e) Section 12 of the National Science Foundation Acf

of 1950 (42 U.8.C. 1871 (a) ; 82 Stat. 360) is repealed. -

(I) Section 152 of the Atomic Energy Act of 1954
(42 U.8.C. 2182; 68 Stat. 943) is repealed. | _
(g) The National Aeronautics and Spﬁce Act of 1958

(72 Stat. 426) is amended— '_

‘ ‘ (1) by repealing section 305 thereof (42 U.S.C.
2457) ;- Provided, howev‘e_r; That subsections {c), (d),
and (e) of such section shall continue to be effective with
xe:speé't fo;any applicétion fof-patenf;s in Which thé writ-

~ ten statement referred to in subsection (c)’ of such sec-

- missioner of Patents and Trademarks  prior to the effec- .

" tive date of this Act; - .
(2) by striking out, in section 306 (a) thereof (42
- U.S.0. 2458 (a) ), “(as defined by section 305)”’; and

tion has been filed or requested to be filed by the Corn- |
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. by striking out “the Tnventions and Contrihutions Board,

established under section 305 of this Act” and inserting

" in lieu thereof: “an Inventions and Contributions Board |

which shall be established by the Administrator within
the Adlhiiiistl'atibn”' ; .

(3) by inserting at the end of section 203 (a) there-

of (42 U.8.C. 2478 (a) ) ; the following new paragraph:

“{14) to providéf'effective contraetual provisions

for the reporting of the results of the activities of the Ad-

- ministration, including full and complete technical re-

porting of any innovation made in the course of or under

any contract of the Administration.”;

" (4) by inserting at the end of section 203 thereof

(42 USO 2478} the following new subsection:

“(d) For the purposes of chapter 17 of title 35 of thé
United States Code the Administration shall be considered a
defense agency of the United States.”; and - | |

(b} by striking out the following in su.ch section:

“(including patents and rights thereunder) ”.

(h) Section 6"0f the Coal Research and Development

Act of 1960 (30 U.8.C. 666; 74 Stat. 387) is repealed.
(i) Section 4 of the Helium Act Amendments of 1960

(50 U.8.0. 167b; 74 Stat. 920) is amended by striking out -
the following: “: Provided, however, That all research con-

tracted for, sponsered, cosponsored, or authorized under

A
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at:gtllol‘ity of this Act shall be provided for in such a manner
that all informaﬁon, uses, products, processes, patents, and
other developments resulting fi*em such research developed

by Government expenditure. will (with such exceptions and

Jlimitations, if any, as the Secretary may find to be necessdry

“in the Interest of national defense) be available to the general'

public: And provided further, That nothing contained herein
shall be construed as to deprive the owier of any back-

ground patent relating thereto to such rights as he may have

‘thereunder.” and by inserti.ng' in lien thereof a period. .

(i) Section 82 of the’ Arms Control and Disarmament
Act of 1961 (22 U.B.0. 2572; 75 Stat. 634:) is repealed. |
(k) Subsection (e) of section 302 of the Appalachian
Regional Development Act of 1965 (40 U.8.C. App. 302

(0) ; 79 Stat. 5 is repealed.

- (1) Subsection (e) of se'ctloﬁ 203 of the. Solid Waste-
Disposal Act (42 TU.8.C. 3253 {c); 79 Stat. 997) is re-
pealed. | D |

(m) Section 216 of title 38, United States Code, is
amended by striking out subsection (a) (2} thereof and bjr
redesignating subsection (a) (3) thereof as (a) (2}. |

(n) Except for paragra,ph (1} of section 9 of the Fed-
eral Nonnuclear Energy Research and Develo.pment Act of

1974 (42 U.S.C. 5901; 88 Stat. 1878) - is repealed.
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{0} Section 3 of the Aect of June 22, 1976 (42 US.C.

1959d, note; 90 Stat. 694), is repealed.

(p) Section 5 (i) of the Tennessee Valley Authority
Act of 1933 (16 U.B.C. 831d(i); 48 Stat. 61), is

- amended by striking both proviso clauses at the end thereof,

(q) Section 5(d) of the Consumer Product Safety Act
(15 U.S.C. 2054 (d) ; 88 Stat 1211} 'is repealed.
(r) Section 3 of the Act of Apnl 5, 1944 (30 U S C.
323 ; 58 Stat. 191),1s 1'epealed
(s) Section 8001 of the Solid Waste Disposal Act (42
U.S.C. 6981; 90 Stat. 2829) isrepealed. -
CHAPTER 3.—ErreOTIVE DATE PROVISION
EFFECTIVE DATE |
| Sec. 531. This Act shall take effect on the first ‘day of
the seventh month beginning after the date of enactment of
this Act, except that regulations implementing this Act may

be issued prior to such day.

v —

sttt arg




95TE CONGRESS
15T SESSION

A BILL

To establish a uniform Federal system for man-
agement, protection, and utilization of the
results of federally sponsored scientific and
technological research and development;
and to further the public interest of the
United States domestically and abroad; and
for other related purposes.

By Mr. Trorxrox and Mr. Teague

APRIL 6, 1977

Referred jointly to the Committees on the Judiciary
and Science and Technology




