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Showing Bill As Reported From SubcoIltl1'littee

98TH CONGRESS H. ··R· ..5'"..'0"··0····...3...
2D SESSION .,•.' '.. ",

To establish a uniform Federal system for management, protebtion,aild utilization
of the results of federally sponsored scientific and'\echilological research and
development, and for other purposes.' ,

IN THE HOUSE OF REPRESENTATIVES

..MARCH 1,"1~8.4

Mr. FUQUA (for himself, Mr. BROWN of California, Mr. WALGREN, Mr. Bou
CHER, Mr. SENSENBRENNER,' and Mr. GREGG) introduced the following bill;
which was referred jointly to the Committees on the Judiciary and Science
and Techriology

[Strike out l:}ll after t,he e,I)acting clause ~d insert the part printed in italic]

[For text of i~tro'duced\;ill:' seec~p~' a/bill 'as ~t;oducea' on :i\i~chl, l'9~4j'

.A. ·BILI....
To'esthblisllh ti1J.ifbfIIlF~aeral"sY~terri\fo~'. IIlhhagem'tmt, protec

tion', and utilization .of: the .results of. federally sponsored

~cientificlJ,Ild tech,nological researGh. and development, and

for other purposes.

1 .Be it enacted by the Senate and House of R..epresenta-. -', , .'. '. ", - . ,:", ,-,','- .. -',': . , . '.~ .- ," _., ... - -;-, , . "" . .- .. ' ".: .

2 tives of the United States of America in Congress assembled,

J.36-966-0--1

-t:



2

1 That this Act may be cited as the "Uniform Science and

2 Technology Research and Development Utilization Act".

" •T4Bh1f,Oj;< cq'iliiJw,f!$},
,pITLEI-PQLICr:,

Sec. 101. Findings.

TITLE II-IMPLEMENTATION

Sec. 201. Functions of the Federal Coordinating Oouhcil on Science, Engineering,
and Technology.

Sec. 202. Functio,!§of the Secreta.ry; of C~mr!wrce. .,'"
'~v._

TITLE'iiI 'ALLOcATrON OF"R:IGHT8

Sec. 301. Rights of the Government and the contractor.
Sec. 30t!. ·Waiver.

.Sec. 303. J.f,a.rqh-jl1..righ/~,
Sec. 304. Background rights.

TITLE IV-MISCELLANEOUS

Sec. 401. Definitions.
Sec. 402. Amendments to other Acts.
Sec. 403. Relationship to antitrust laws.
Sec. 4()#... 'Effective .d4ie.

3 TITLE! I POLICY

4 FINDINGS,

5 SEC. 101. The Congress, recognizing, the profound

6 impdcl ~fs~i~r1c~ andteQhnol~gy,find~and declares that-
;;..:.'>: ,';"-:_~.:;.," > ....,.. <.>'" '--'. :>. '." .. ," ",': .::'·,t1.! .. ·.-,:,._,::;-_~ .. : :'" -,

7 (1) the United States has recently experienced a

8 decline in industrial innovation and productivity which

9 adversely affects dcxme!itic prcoductiiJity, the rate of eco-
• -". '.,-.. ,'-" .. -.. ,.C·',',-"

10
(v. nqTfl:iq ,[!JPwth, t~e lepelpf,ernpl?YTfl:~nt, the bala,nqe,of

1t. trade, and the attainmewt of otherrnationalgoals;

12 (2) tlie; wational' sri/pport ofsoieritific ~nd l13ohno-
'. {,

13 logical research and development is indispensable to

14 shs{airllJdgr6"illthanrl ecorwrhic';t~bility, and it is 1n

J.36-966-0
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1 the, national ,interest to maximize the 'benefits, to the

, ,2 ',. public forsuch\iirivestment;. '

3 "'(3)inveritions resulting from (J-o'vern'ff!(jnt-spdn-
,

Asored 'research and ,\developmen~ constitute avgluable

5 national resource which, should ,be . developed ,ina

, 6 manner consist(jnt' with 'the public 'interest ,and the eq-

,7 uitiesof the respective parties; and

8 (4) there'.'is a.need for the'establishment.and im-

9 ' ·plementationfif allexible,Government"wide\policy to

10 incre'ase ,the utilization of the results ofGovernment-

n'sponsored research. and development; and this policy

12 should prombteitheprogressof scienceandthe'11seful

13 artsiencour'age theefficiimt cbmmercialutilization;of

14 ' technologicaf'developmentsanddiscoveries; ..guarantee

15 the protection of the public interest in the "United

16, ", B tates; andfweign ;countries,and recognize the equities

17 of the contracting parties:,

18 TITLE Ib--"IMPLEMENTATION

19. "PUNCTI0NSOF••THE FEDERltLCOORDINATINO.cOUNCIL

200N,SCIENCEiENGINEERING, 'ANDTECflNOLOGY

21 " '" SEC. 201. (a) (l)IBhe Federal Goordinating Council for

22 Science, Engineering, and Technology (established by sec

23 tion 401 oftheNationalBcience. and Techn8logy Policy, Qr

24 ganization, and Priorities Act of 1976 (42U.{LC. 6651)

25 and reestablished by Executive Order 12039) (hereinafter in

J.36-966-0
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1 this si!ction referredto.as the !'Oouncil'Jshall make recom

2 mendations to the Director of the' Ofticeof ScienM and Tech

3,nology Policy (orhisdesignee)andtodke Secretary with

'4 regard to uniform policies,' ,guidelines; and practices to carry

5 out the provisions of this Act.

·6(2) For the purpose of assuring, effective management of

7 Government-owned orlundedinventionsj.the Secretary ,of

8 Commerce shall chair a committee 'ofdhe Council to formu

9}dte',therecommendations required by this subsection. Such

10' committee shall also include but not be limited to.representa

11.· t~vesof each Federal agency with a major research'and devel

120pment,program; Whenadopted\bydheDirector any such

13 recommendationsshall>be,tr;ansmitted to, Federal agencies

14 through appropriate channels, including those provided ,in

15 section 202(6),

16 (b) In prdedo carry out the responsibilities set forth in

17 subsection (a), the Councilmay,,--

18 (1) ,acquire: data and reports .from Federal agen

19cies on ,the interpretation, andimplemen'tationof this

20 .'Actiandrelated policies,. regulations, and practices;

21 (2)reviewFederaldgeney implementation of the

22 • provisions of.this Act;

23· ,(3). analyze; ona continuing. basis, data acquired

!24 bytheCouneil;

J,36-966-0
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(1)a~.sist F,e4e'fal agencyeffQrts to prgrnotet,he Ji,

censtngand utilization, of G:overrtment-owned,inven-
;c',' "''- _,':, -',', """,- .,...... "" ,',' ,. "" .," ',' ....' ... ,.. , .. '. .. ,- ....

tions;

(2) assist ,F',ed~ml agencies;in seekij'Y}gqrukwai'Y}~

taining protection on inventions in foreign countries,

J.36-966-0
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1inoludi'ng the 'payment offe'es'and':oosts oonneot'ed

thet~1Oith;

3', "" (3)consult 10tth and'advise Federalag~ncies as to

4ateasojsoiXmoeMid t"echnolog'!J"reseatch'and devel(},p-

5 ment with potential for comltterbialutilization\'

6 (4)publish notification 0fi'aUa6'Vernment-owned

7 inverUions,thdFareavailable for licensing'or assign-

8 ment;

9 ' (5)evaluate inventionSrefetted to him by Federal

10 agencies, andpatenVapplicationsqiledthereon, in order

Htdidentify those inventi6ns with the greatest commer-

12 o'ialpotential andtd·insure promotion and utilization

13 <by the publicojinventions'siYidentified,' and

14' (6) initiatetegulations> b,9I,d revisions thereof

15 \, 1Jjhich'shall' bepromttlgatedbythd' Director of the

16' " ",' OffickofMartagementand' Budget after full considd:"-

17 ation of agency and public comme'n'ts. '

18TITLFFlll' AtI}()CA.'r1()NOF RIGHTS

19 \ RIGHTS OF THE GOVERNMENT AND THE CONTRACTOR

20 'SEC. 301. (a) Subject tosubS~ctioJ(c)and to secti6'n

21 303, each contractor may elect to retain world1Oidittiile'to

22·'hriy"suBfeot i'nvention. TVh~re1!Ol in violation of existing

23 treaties or lilwtJofthe United States, aF~detal agency may,

24 at the time of contracting, limit or eliminate this right, place

25<"additional r13Strictionsor coiiditionsin the contract that go

J.36-966-0
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1 beyond those set fO'i?thin subsection,,(c), 'expand the rights of

2 the Governmentto 'license or sublicense, or alter orelimindte

3 the contractor's right under subsection'(c)(7)"if~

4 (1) it is determined bya Government authority

,5 which"is<,authorizedbystatute ,or Executive order to

,6 ," ,conduct, .foreign",intellig(',nqe ," or counterintelligence ac-

7 "tivitiesthat this.tis necessary to,protect the security of

8 such 'activities;

9y (2) the 'contractor ,is\not located in the United

10,' Stales'or'doesnothavea'place,ofbusiness located in

11 the Uniteq, Btates/'isa; fO'i?eigmgovernment" Or is sub"

12 jecttothe cq,ntrol'of aforeigngove''f'nment;

13"(3) ,the.;"jontractis,related to; or associated with an

14, internatio7/,altre'aty, dgreement,Ymemorandum' of un

15,< 'derstanding",or other\atrangdmentYoitlr a foreigngov1

16 ',ernment including; (but not limited to) agreerftentsof

17 cooperation in science and technologya>nd military

18 ' ; agreements related to weapons development or produc~

19 ' ;tion, and it is determined by tke; agency ,that rights in

20 "the Governrni,entinq,ny, subject inventions beyond the

2h; lieenspright,p'f'ovidedin'subsection(c)(3) are neces-

22 sary.for; the ,.ag'ency,to 'fulfill its obli[Jationsunder the

23 <international treaty; ,agreement, memorq,ndum of un-

24 'de'f'standing"or'arrangement;

J.36-966-0



8

1 (4) the agency determines, on a case by case

2 'basis, that there are exceptional circumstances requir-

3 ingsuchdction;or

4 (5) the contract includes the operation of,a Gov-

5 ernment-owned,.· contractorcoperated facility.' of the De-

6 partment of Energy primarily dedicated to that De-

7 partment's naval nuclear propulsion' or nuclear weap-

8 ons related programs; however, all contractual limita-

9 tionsunder this 'subparagraph on the contractor's right

10 to elect title to a subject invention:are limited to inven'.

11. tions occurring under the above two programs.

12 (b) Each . determination made by a Federal agency

13 under subsection (a) shall be in writing and copies of those

14 made under subsection/a)(4). shall be filed with the Federal

15 Coordinating Council for Science, Engineering, and Tech,

16 nology.ln tMcase. ofadetermination under subsection

1.7(0,)(4); the statement shall include an analysis supporting the

18 determination and justifying the limitations and conditions

1.9 being imposed. .If the cr;ntractor believes that a determination

20 is contrary .to the terms, policy, or objectives of this Act, or

21 •constitutes an abuse ofdiscretion by the agency, the determic

22 nation shall be subject to sectiort BOB(b); Whenever the Die

23. rectorotthe.. OfficeofManagement and Budget has deter~

24 mined that one or more Federal agencies are utilizing the

25 authority of subsection (a)(4) in a manner that is contrary to

J. a6-966-0
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1 ., (he tfjTmS, ,policy, or objectives of thi$Act, he may promulgate

2 rfjgulation$under section.?02((j) which establish policies,

3 procedures, and guidelin,es describing classes of situations in

4 which agencies may not utilize the provisions of subsection

5 ,.(a)/4).

6 (c) In, accordance with regulations which shall be pro

.7 mulgaterjunder '. section., 202((j), .each contrapt under which

8 the contractor may elect to retain titlfjto a subject invention

9 shall include, a patentrigkts clause containing such provi-

10 sions, asmaype.nec~SS(py and appropriate to effectuate the

lL .followingrights and requirements:

12

13

14

15.

16

17

18,

19

20

21

22,

23

24

25

(1) The ,con,tr(J,ctor shall disclose. fjach subject inc

vention to the contracting Federalagfjncy within a rea,

sonable time after .itis madfjand,the Government may

,receive, titlfj, upon request, to any subject invention not

disclosed within such reasonable time.

(2) Unless the Government kasacquired the right

to, title in accordancewith,subsecti'em (a)-

,(A) the contractor shan mak.e if written elec"

tion to retain title to the subject invention within

a reasonable time aftfjr disclosupe under para-

graph (1)· \,.,' .'

(B) the Federal. agen9Y maY. .consider and,

with theconserti:of tb-e QOntractor, grant requests

for retfntion olrightsby .tb-einventor in any

J. 36-966-0--2
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1 'country in which the contractofhas"not e'lectkd

2 'title Oi/, sudh t~rmsana' (Jonditions as mo/ybe

.3 aeemedapprojJriateby the agency and subject 'to

4 section 803;

5 (C) a contractor electing to retain title in

.6 . any countryW<asuvjeetinvention shall file a

7" patent application' iit the 'eleOtedcountry within a

8 reasonable time; and;

9 (D) the Government may receive title to arty

10 subject'iYivention ;inany countries"inwhidh the

11 contractor or .inventor' fails' 'to el~ct 'orhas elected

12'notfo'retaiit titleo'f' has 'failed to file a patent api

13 '. plication in ticdordd/iwe\iliiththisparagraph.

14 .. ' j (3) Withrespectfo any sJ1,bjet:t invention to which

15a contractOr elet:tstoretairi; title, the Government shall

16 have (in addition to any'rights ;that;have been takkn

17' under subsection (a))2:....

18 (A)'a,'n6nexdlusibe, nontransferable, irrev6-

19 cable, paidcup lit:eiisetopracti'ce or have practiced

20 . the subject inveiition throughout the world by or

2 On behalf ofthe Government;,

22 (B) if provided in the 'cOntract, such addii

2'3 tional rifJht's.to sublicense anyNoreign governmeiti

24orintetnational orgaiiizalioii'pufsuant to any ex"

25' istinfJdr futu'f'etreaty or agreement; and

J. 36-966-0
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·1 ·YCjtMnght torequ,t'rei'hecorUtactor, inveh-

2 tor' ordssignee···toZicense'an6thlJrpetson to prae-

·3 ·tice····a subject \inventi()n''onreason'able··t~rms if'

(if such licensinr/ isnecessa:ry to permit

5 laWful crirnrhe:"otal rrwnufacture, use, or sale

6 'byiillhiTd P(j;ftyof' il .specified' end item ofa

7 \·majdr, mUlliyeafreseaPch li:nddevelopment

8 project o{tke DepariiniJnYof Energy or the

9 NiitionalAerOnauticsd/nd 'Space Adminis-

10 tratioria1i:dsuch subject in0entiontvas madJ

lldu'T'ing reseai'ch and development activities

12 'ditei:tlyre'tilted to thatprOject,;

13 . (ii/a similar'produdt Or process is not

14 corr!/inerciallyavaildble .asilreasonable sub-

15stitute fOr the lieensing; and

16 (iiifsucli nght'isspecified in the coile

17 .. tract.
\",

18 ···(4)TM'Federat agency shall require,iil accord-

19' ance with"+eguliliidhswhich shalt be· prdmulgatJJ

20 under· sJction202(6);'at Teast"oAk·) wr'ittenrep'ort dur'ii///

21 the/first 3 years after issuamce of thepaterrJto a con~

22 tradtdr or invehtor and inaYl reqllireother'written feY

23 ports on tM' efforts to"obtain' commercial utilization

24 mildeby the cohtractor, irtventor;licensee,' or assignkiJ

25 ... ·uJithrespect'to anysubpct'in'veritionfowlii'ch the con~

J. 36-966-0
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1 ..trlfc.tw:ele.cN titl13 PuTSua"!'t to.this section, except that

w!Jysuc~'rl3pqrt,.aswell. asa'f!y)nforrna[ion on utiliz(1

.tion. or efforts .toward. o.bt(1iningu,tilization obtained (1s
. , .. - .' .... ..

.. parfofa prqce13rJ,i'f!g.u'(u1.er;. section 303, shall be treated

by the fLgencyas (1.tradl). s.ec.reteras commercial or fi-

c' .na,pcial inforr;na;tionobta,ined.froma person and privi-
., : ",' ".;",.'.",',"" '" ; ",:. ',_:o' ,-,_, .._,., ,_'-', ..

}cged or .confid13ntilflw«d. not i§ubject to disclosure

4nder s.ection (552of title 5,Unit13d States Code.

(5).Thecontra;ctor or. irtperttor, in the event;a

Vnited States patent (Lppli.catil?'f!is. filed by it or on *
beh,alf.pr by any assignee, sl!aU include within the

specificatio'f!of.s1J,clt. a,pp!icationAnd any patent iss'll,"

ing thereo'(t.(fftat13rTJl3'(t.t specifying that the invention

wasrTJade.'/f?itlt.c G:overnm13'f!t.s4ppo.rt and that the Gov

ernmenthclfs. certlfi'f! rightf i'f! th.einpention.

(6) The balance of ll/flY royalties or income earne.d

on subject inventions by the co.7J,tractor operating .a

Government-owned, contra,cto.rcoperat...ed facility up to. a
',: '-",: ,.," ',.'- '",','. -..,-.'" ., - :,. . ..

total .equ(1l to. 5 Pl3rcl3nf..0ftlt.at facility's armual budget

'c. (if the invention '/f?as y ony13ipedpr first .actually re

d11,.yed to praGtiqein .', the ffLcility Cfnd if the. contractor
....., .. , -,'- " - ;'" ,,"",',. .. "'''''-' " ,-.".''',

,eleGts. to. retain, the funds) shall, after payment of pat-
o " -<,' ""," ',- .. " ... ," .... ',,_ ...•.• ,c.. ',_. ., - _' .. .: .,' "".' ,,- '. -.' .. "" .....- ..

entingc.osts, liGensing costs, anrJ,other I3xpenses (in-.
:;, .....>.'.,',' .C.,'·,' ',',: .. .' .. '-'.,:: :._ ",", " ',",', ,'.

cludi7J,g payme7J,ts to inpe7J,tors), b13usedby.such Cot!C
.. " : .... '-,,' ""'" '. <. '-,'-.. .. .. ...... .. ".' -"-" ,,>, .. , ',' -..' , ... , ..

trw:tpr c fO'f.scientjfic .mfeqrGhpndrJ,epeloPrTJent consist:...... " ". '-'\.~- , -

J. 36-966-0
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1 ent with the nii's's'io'f! d,hd objectives ofsuch facility, in-

2 cluditi[;aetiiJiltcs thatincfease the Zideits'ing potential

3 ... of other ttivehtiohs of th~ facility,initl! arrysuch royal-

4' ties or incomeine'dJtes80!S percenliJf t~i! facility's

5 budget returned to the Treasury; and to . the extent

6 practical the lice~;in/; of the inventions involved shall

7beadihiniiteredby~ontractor employees on location at

8 ' tA?fdcilitt/

9 (7) Th~"cont~actor,tncases 11Jhen il has the 'chowe

1O'U'nriet subs~ctioti (a) ta relaintitl~ to a s'Ubject mven

n 'tton· b'Ut d6~~ha{ eleetta reld,in title, may retain a non-

12 exdlu~i1)e, foyaltY-fr~~,paid-up, worldwide license (in-

n) ... eluding the fight to sublicense affili(J,te~, subsidiaries,

14 and existind Zicen~ees ta 1JJhom the contractor'is legally

15 obligated to sublicense) in any subjeetinvention •to

16ilihich'ihe (ilxl)erhin~htobtain~\title,whi~h license shall

17 be liniitJri iIrr~bacable o'nlytothe exte~t'necessary for

18 the G01Jerninerd to grant an exclusi~~ license; except

19 tha{th~ contrddtot' shdll not b~ entittedto such a Zi-

20 \ce'n~e it fhe .cont;actbt:has willi~lly fail~d to disclose

21 the subject invention.

22 '. (sJlirahsferbythe .contractor of rights in any

23 ''subject inv~'r!tion shall beiubject t6 th~ rights of the

24'Governineh'i proviri/dby this section (J,ndiedtions 302,

25 303, and 304.

J.36-966-0
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(9) T~e,claus~ may iWlJ(!s('/ar/iU pth~r aqministra

tiRe r:equirement~ wh,ichwayhe"rI;~c~ss(rry,,(() ,effectuate

rights of the Gove,rnmen( anq", the contractor as speci-
,," ;·.i .• ·.. .,', '0' ...... ', .. -,-: .: ,., .. '.'...., ".',.: .. " ..... "

fied ir,t this A,ct, t() ,the, e,:pte,nCnot;ir,tconsister,t( with this",-', -.", ,'-,. ,._.. ...... .. ,\

Act.

..II

6WAIVEJR

7 SEC. 302. (a) Ir,t accordance with reg'lflati()ns which
•... .. .... .. .. ,',.. ".: ','- \ ,', " .. .'-, ',:- '- ':', -·\,·i"-' ....' ,

8 shall be promulgated 'lfnder section 202(6), a.F'.ede,ral agen<;y

9 may, at any time, waive all or any p(J,rtof the rights of (he
'.'.'.'-, .<._., ',', J "', oc-, '",;'"",.:,:-. ,.:.\ .. -',-,' "', .. ,

10 Goverrtment 'U:,ndersecti()ns 30,1 and gDfj irl; Wn,y subject i~,

11 vention or class of subject inve~tions1J)hich are or may be
", -"." '- ...... ,,', ',-.',"', >, .. : :.'- -.","', .. '," .. "",,, ,'" .. ,

12 made under a ,contract ()f the agency ifJhe (tgencydetermi'f\e,s
, \.'",' ..:'-"', ,': .,:-,';-;',";':, _ ...._",.. ' .. " ..,,:-.,-, :: ,"", - -', ,

13 that (he interests of the Government and thege,neral public
'- ,'.r.. ' ",:-:':::-', ',' " :,',_<',_, ',<',', '" "',,"',.:'.; " : ",","'-'" "....,. _.',.:';.'.' .:'

.14 wiUbe.best servedther~by,includingib'U:tnpt limited to i'[!-

15 stances where-.

,;

16

17

18

19

20

21

,(1) the contract involve~.<;~fp'onsorerl, cost-shared,

or joint venture research or development and the con,, -.: :, '. - - "': -:-, " .. - : -., -- ',": '. - - -. "',:', .. .. '," .. "

tractor or other spon~9r or joi1Jt venturer is required to
,"" : .." .'--.- '. -,', -.'., " -,,-,.," ',,',:.'\ :.

make a substantial contribution pf fy:'[!d~,facilities,

per's()nnel, ,da,(a, or equipme'l}t to the work performe,rl
" ",' ,', ',-,.' ',' .. ' l,: :,

under the contract, or

22 (2) th~ conditio'T}s justifying acqui~ition of title by
, '. ,;," '.,' ,',. '.',:. -' ...... ':' " '.. ' .. ",', ,,- '. .' -.' ,-,

23 ~he Government under section301(a) no Zo,n.ger exist
.. ',:-, ,':', ',:",' :"'>'.", <'~:',.

24 or do not apply in t.he, case.of the s'!lcbjectinver,ttion.
';0..",,"";::,-,;,', -':-,',-','." .-', ....,.',.\,. ,'., .. : '",' ,-. " : ....

J.36-966-0
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1 .'...; O!)TJteRedera,lPUf?n(jY sha]l m(j,inta,jn a,re(jgrti;which

2 sha,l~ b.e. ma,de publi(ja,nd perfgdica,llyuptia,teti, ofde,tf?r;rnilfa,

,3 tions ma,de.under\subsection.(a,)..' ',' ........ ',', ".' '.' "'.' '-'-'" '. >, .. '-,- ,.<- ,- , .. ""', :'--- .;, .... -,-

,4, ,.(c) !,,!,ma,kirtgrjeter;rninatio.ns,undq s'i!bse(jtion(a), the

5 pgep"cy shall considf?r: at. least the Mroi.Pingpbjectipes.;,.'- .

. 6 (AJ$ncoura,ging,thewirje;(j,vailabilitYfP the

7 public of the 'benefits of Government-sponsored rfisearch

.8 c,q,nd development,,,in ihe. shortes.t practicab,le time.

. 9 (B) Brompting the. C0111/l'lf?Tcjal, utilization of i'r!-
,

1.0. ,\ven,fi()J/,s ,made, undf?r (}pvernment fyntiing agreements,

11 (C)FJncDu,r;agi11;gpq,rt,icipat,iDn ,ky high~y qualified

12 prfvate persDns. i1} .(}overnment-sportsored research a'flti

1,3 . )de~eloP1J1e11iprogra1J1s.(,),

14 (D) Rostering.{Jornpetition artti,preventi1J,g the cre,

15. . ationor ,maintert.q,nce. o.f,situations· inconsistent with

16 theantitr"@t laws,' ,

17 (d) Whf?n.,q,nagertcywaivf?s.allpr pq,rtiJlits rights irt

18 .an,i1l,,!)f?'/'IJionuntiers.vbs.eqtion (a)(2),lhecontr,actor shall be

19 per;rnt(ted totakeJi(le supjecJ' tothisseotionartti sections

20 301 (C), 303, and304 of(Ms. Act;

2t, MA~CII,!NaLGHJs AND. NOTIFWiI.'l'lON ()F AVAILABILITY

22 FC;~ I.;lCENSING "

23 SEC. 303.. (a) Where. a"contractoror inventor has elect-.. '0 i.'.. .., '. .... _, _ .. ' ',' .. "',';.;', :C." ;.. \ ','< ,.\ _'_,: .. " , ',," ",' ', ..", c._ ,'........ '-'

24 e.d to retain title.,toa$ubject.irtvention under,section 301.or
, ':-',:.;.• '.'-.'".' -, '-.'" .- .• ;,,<," :, ....., .. , ...... .' .... ",' .. ,- -', ,,'.- ., .... '.' ....

25 302, the Rederal agency shall have the right, in accordance

26 with regulations which shall be promulgated under section

J. 36-966-0
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1,' 202(6), and subject to the provisions of subsection (b), to re-

2 quire' the contractor or his dssignee or the iil'Ventordr his

3 assignee to grant a nonexclusive, partially'eiclusive,or ex

4 elUsive license toaresponsibleapplicantor applicants, upon

5 terms reasoiwble uhder thecircumstances,ifthe head of the

6 agency (or\hisdesignee)deterinines thatsuch action is neces-

7 sary-

8 '(1) because the cdntractor, inventor, assignee, or

9 'licensee hdXnottdken,(Jr is note£pected to take within

10 a reasonable tirne,effe~tive steps to achievelhe pradti'

cal application Of the'subjec'invention;

12 (2) to alleviate serious health or safety needs

13 which are not reasonably satisfied "byihe ,', contractor,

14 ,inventor,assignee oHicensee;or '

15 (B) torneet requirements for public iuse specified

16 by Federal regulation which are not reasonably sat1s-

17 fied' by 'the contractor,inventor,' assignee Or .licensee.

18 (b)(1) Adetermihationrnadepurs'uanttd this s~ction or

19 section 301 (a)(4) shalfnot besubjecttd<the GordradDis

20 putes Act (41 U.S.G. 60Htseq.).

21 (2)An administrative applJals procedureshalfb{estah-

22 lished by regulationiprornulgaledunder section 202(6).

23 (B)Ariy contradtor,in'iJentor, assigne'e,orexclusive li

24d'ensee adversely affeCted byddeterminationunder this sec-

J.36-966-0
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1 tion may, at any(iT(!e"withinl$~xtyriays after the determina

2 tion isissued-.

3 (A)'file an appeal under lheappeals procedure es-

4 tablil5~edpur$uart( to paragraph (2), or

5 (lHfile a pe.titionin the United States Claims

6 ." Court which shall havejurii5diction to determine the

7 matter de nov() andt() affirm, reperse, pr modify as ap-

17 mines, on the basis \pfinformqtion .containeri in;the.. report
~

18 required to be filed with the agency by a contractor or invent

19 tor unrier·section 301(c)(4), lhatl5uch c()ntractor.or inventor

20 has fa,iled to.me.et the minimum standards prescribed pursue

21 ant to parqgraph(1). andthe.inventionMs potentia,l cOmmer:

22 .pial palue,such ag.encyhead (or designee) i$hall refer interest"

23 e.d parties to th,epate.rttholder of such invention through thr;

24 lieensing program.ofsuchagencyorthe National'l'echrtology

25 Information Service.

J. 36-966-0--3
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BACJKGROUNIF'RTGHTS '.

2 SEC. 304. (a) Nothing contained in this Act shdll be

3 construed tbaeprivetheowner'ii!any bdcltground patent of

4 such rights as the owner mdy have under'suckp(J,fent.

'5 (b) No contradl' shall contain a provision allowing a

. 6 Federaldgency' td ·fequirethe ticensin!/" ta' third parties of

.7 inventions owned bythecontractbr thdf> 'are nafSubject inven

8 tions unless such provisioiih:asbeen approved,dnda writtlin

9' j1istirication 'has 'heen\signed, 'by theheadOfth/(J,gency (or

10,' his designee). Anysueh'provtiion shalleZearlystatewhether

n the lice-Asingmay herequ{red incbnnectionivifhth<epractice

12 of a subject invention, a specifically identified work, object, or
13 both. The heddoffheagencymay not delegate the authority

14 to appro~esJ,chprovision~orto sign the.justification re

15 quired for'sueh provisionstd· a program level lower than As;

16 sisfanf,Becretiity;'inthecase ora FJepartrtw-At oriAssista'At

17· ',Administrdtorol''compdrdble'offictalin the caseofdny 'bth~f

l8agency.

19 (c) A Federal agency shdll'notfequirethe licensing'bf

20 thita partiesundi3rany such provision unless the head of th~

21 agency(6i' his designee; whO '1:15 responsible for the program

2;2 and whO holds 'asa.minimumthe.rdnk ofAssistant Secre

23tdry, Assistdnt ;AdministratOl',britsequivdliml§determines

24 thattheusi30f the invenlionbyothers isiiecessdfY for the

25 practice of a subject invention or for use of a work obj~ctof

J. 36-966-0
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1 the contrac(qn,if thqt such aqtion jS7!ecessqry to achieve (he
',-," .'" .' -"",'.' .' \ .' -,.' ,. ,- .' ". ,,' , ',.' -, .' .' ..'-' ',' .' .'

2 praqtical appliqation of. the subject. inventio.n. 0."" 1J)ork object.
.' ;"',," - .'.';;' .,. ",.. -.... .' -',- ',-.' .,"'," ,',-.- ",. -'-.' ',' .' ,-,'.' .,

~..,Linysuchrietermination sh,qll beo7{Jhprecor,q.af.tf(r"an oppor

." i, tunity f.or q7{agency hearrf,7{g .inwhichthe pontrapto.. r has the
.' .... , '.:', .'. -, ,', ";', .' ,',.' ,- "",- .' "', .,.\. ',-'..", \ ..' '-,',-.- ... _.".'

5 right {o,pqrticipqtl?anr;l thf( co.nJractor ~hall pfgiven prompt
.' .' -', .' i ,.' .,. \,', \,,0 .'.' -', '" " ., .'.' ,,:.' ' '" .-,';.' .'. -.;. .' "" .'.'.'.;.' -.' ".' .' ., .' -. .' ',,- .' ", ~ .' .' - .' - '-,

(1nqtitici1ti.on of thl?,determinatioTJ, pycqr:fified'o.r registerqd

7 mail.

8

,9

10

TITLE IV-MISCELLANEOUS

IJf!JFINITIONS

SJiJC. 401.As used in this, Act (other than in section.' ,:;1' . ', '".;."" -.--,-, --,', .' '"

11 4(2)-.,
,,;",,\-.,

(1) the;i(errn. ''perS97{,'' mqq,n~ qny per:~on as de-
" ;"" "".".'" -"" ',', .-,- -.-'," --- .'.'.' .. -',-.'-

,,[ined in ~(3c,~fo.n 1,ptyfitle 1,. U1f.ited.§ta.tgs, Code;

(2) ,the term'~Gopernment means the, Govern"
,- -',;'.,' \."

ment of thrq [J'TfitedStates 0./ .America;
'."." -- '; .. ' .. -','...'1, ..,.....', . .', . ;'" ~·c".' ".",,'.' ','

(3JJhe Jer:rrt'.'F',~d,~rql afje,'0/?y"meansan Exec'lJ,

. tive.agF,!cy.li1s,1eff'!fqd.ir;~ection 1QS of,titlrq,.S, United
~

State* Cof1e), and the miljtarydepq,rtments (as defined
, ". ·c···· ' .... , ... ' " .• : .....•.. '.' ,'. ,"',',' ,.,.';' .'-. ".". '-.',

insec~io'Tf1020ftitle S,7)nited Sla,tes,Code);
'\- , , ..,....... ., - '" '.. ' . ." .. ,., _" ' . .- ' ''''',

(4))he term"sm.allqusines~firm",mean* a smqll
',' " ''.. '.'. ..'.: ,,,' ....._. . ,.' ..

bu*inl?sscoperqrnas defined. inseqtio.7! ?of the SmqU
:',;, ; .... ' ,". ,'.' ., ':'" . ','.' , ..... , .... " '.. . ..

Business Act (15 U..B ... C, ,., 632)a.nf1,implem~nting reg,
... ,'.' ', ... ,,' ',',' .. ' .'. ' ..

, , :(tlq,tions pf the Adminf*trator o.f the ,Small Business
;', \ ,,:'- ..'.. .'",.,.', ... ,'." .' .,..,.,-,- '. '. ""'.. : , '. ... .

,Af1ministration;and '"
, ,,' \,'.!-'.'," -,' .'.,....' , . .'

J.36-966-0
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(SyF/(e term "rwnprofil of:gariization" means a

universityo~ other institution of higher education or

anorga'nization of the type deschbed in section

501(0)(3)''{)f the Internal R~venue>()ode of 1954 and

exempt from faxa,tion under section'S01(a,) of such

Oode, or any rionp~ofit, scientific, oreducationalorga

nization qualified under a State nonprofit organization

statute',

(6) thete~ ."contract" means any contraCt,

10 grant, O'T'coop'er'ative agreement Jntered intobetween~

11 Federal agency (other than the Tennessee Valley Au~

12 thority) .and any persoii' otMr than a '. small business

13 fi~or nonprofit o~gani}ation where a pUr'pose of the

14 contract is thec()nduc{of experimental,developmental,

15 or research work; "and suchteHn includesariy assign-

16 inent,substilutioii of parties, or subcontract of any tier

i7 entered into or executed foTthecorid1.lctofexperimen-

18 tal, developmental,· or research work in connection with

19 theperforrnanceof that contract; but does not meart

20 any agreement or cirrangeinenf entered into between a

21 private entity and 'the operator of a Governinent-owned

22 '·contraC{or-operated facility;

23 (7) the {erm'''contractor'' meanS any person or

24 entity (other than a Federal age'ndy, nonprofit orgarii~

J.36-966-0
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l,ohine ,or\s,ystem),df s1folJinvention under ;S1fch condi-

2 tions as to establish that the invention is being utilizeri

3 ana that its. benefits are, t(j the. extent permitted by lay;

4 or Government regulations, available to, tM public 0,11,

5.\ reasonable·.terms or: llvf:ough reasoMbl(}·. licensing ar-

6 :'r:ang(}'(f!~nts;

7 (13) the term "antitrust law" means the laws in-

8cl1fded. :witkin, the ... definition9f ..... the. term "antitrust

9 . laws ':\ in. sectiqn 1 qfthe.ClaytonAct,J15lj,$. C. 12),

10 as amended;

1.1.\(14) .. the t~rirt~'backgrou'4d pa,te7),l" means a dQ~

12 mestidpatent:coveringan\ inventiqnor a disc9very (4)

13 which is not a subject invention, (B) \which;is owned

14 orcontrolled.hy thecontract.o.1' at any. time through

15 .,completion,ofthe contract, .anddGJwhichthe contrac-

16. tOr but.no{.the,(1;(J/)ernmefl,t hiJ,s.J!!e right:tQ.license to

others.witMqt obligation.topay.royaltielS,thereon;

1.8. '. ;(15) .the term "United..Btatei3 "iri,cl1fdei3.the tern-

1.9 tories, possessidns,'and the,]Jistrictof lJol'lJ,mbia;

20 (16hthe term "i7('VentOr': with regard to a subject

21 invention meansapersonwhoisor. will be listed as an

22 inventor. on \the.patentfor said;inve.nti07( when filed in

23 the,United.States Patent, and Trademark. Office; a'l)d

J.36-966-0 ,..:.,jr·<,."·
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III ""'(17Ylhe i'e'rm ~~Gober1l/inerit'ouYh,ed,:(joittractor-6p-

\2erated facility"·'itiCludeSall 'federally 'funa~d research

3 and development centers.

I 4 AMENDMENTfrTo 'OTHE-RACPS

5 SEC. 402. The following Aids'. are Mrehy 'a'mended Cas

strikiilgout the 'lfist' 'sentence."

'(1) Section. 205(a) oftMAcliof August 14, 1946

(TU.&C.1624(a); 6ft Stat;1090Y'is amended :by

6 follows:

7

:8

9

10 (2YSection:501(c)'ofthe,"Federal Coal Mihe

ll'Hea:lthand Safety Aotof1969 (30:CU;S.C. 951(c); 8.'3

12, 'Stab. 742)isarriendeil 'by strikingottt the last sen

13· 'dence.

14 (3) Section:106(c)'ofth~ National Traffic and

15"') ,Motor Vehicle SafetyeAct of 1966(15 U.S.C. 1395(0);

16 ,'80'Slat.721)'is repealed.

17 ," (4) Section 12(a) .o(the ·Naiional.'Science Fotiri-

18 . :.,dationAcloj1950:(42i (J,S:C.1871(a);· 82 Stat. 360)

19 repealed.

20 (5) 'Section "152 of the Atomic Energy Acto!

211954 (42U.8:C.2182;68· Stdt;943) is repealed,'

22 except that such section shall'contitiue' to be effective.

23 'with respect to (A) any application for a patent ii1i

24 'whiqh the siatemertt unaer oathrel~rr~ato in such sec:

25 tion has been filed or requested to be filed by the Com'

26 missioner of Patents and Trademarks prior to the et-

J. 36-966-0
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J f~ctiv~dJ1,t~ ofdMsAct,andJ13J Gtny rjght retained by

2 the Govemment '1Jirtdersections801(a)(4)Gtnd (5) of

3 this Act.

4 (6) The\ National Aeronautics and Space Act of

.5 1958 (42 U. s: C. 2451et seq.; 72 Stat. 426) is

6 amended-

7 JAY by. striking o'tIL sectionB05 (42 U. S. C.

.8 ,2457);. except that subs~ctions (c);. (d), and (eYof

9 such section. shall continue to be effective with re-

10 . sp.ecttoany.applio.ation for patents in which the

11 writt~n.statementreferred to.in .subsection (c) of

12 suchBection has Men filed or requested to be filed

13 by the Commissioner of Patents and·Trademarks

J4.prio,tto theeffectiV~date'ofthis Act;

;15 . (B)b.Ystriking\out '~(ai; defined by section

16 805)" in section 806(a) (42B;S:G.\2458(a)) and

17. by striking out "the.1rwentions and Contributions

18 Boq,rd;established J1/{lder .section 8050fcthis Act"

19 in such section and inserting in lieu thereof "an

20 .lnventioT!, (k'/1dContributions>Board which shall

2L p~ est(f;brish~dPY the Administrator within the

22. Administration ";

23l(J)py;,add,ingat the end\of section 208(c)

2~.(42)[f,S.a.2478(c)) .the\ following/new para,

2('>,," .graph:

J. 36-966-0
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.~,4rl,ministr(],figngivesW!l.expr€~§au~hqrization or consent for

2 .. ~'U(!A'USeor. mlI.nuf0cture,.Y, " .
, . "" ','- ',.' "., .' .. ,- .. "'-

3," '. (7)" Section.§,olthe:A,c~.,ofJyJY],i1960 (30

4..U..$.C..\66J;;74Stat,.fjJ/{7)i~Prrtenrl,ed.bystriking out

Q t~€ first)~.f!n.te1Jce.

6 (8). Septip'lf ~ qf tlw l!elitfT!?:Act.{50 u. S. C.

7. ;1§7!Ji.Z4/$.tat.. 9~0) j~; awend~rl,.by§triking out all

8 after "utilization '''\and, i'(f~erting in [ie'lt thereof a

J. 36-966-0
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.1 "ADMI}fISTRATl.O}f TREATED. AS DEFENSE AGENCY FOR

2.PUI1POSESOF. S,E.CREGy.oF jNVE.NTIONS".

3 (12) Section 5(d) of (he Consumer Product
, ...... _>' .;c', ",' ,,-, ".,' " '"..... .-',',' '_'-'.... '" ,,', ',' -.:.

4 Safety A((t (1(1 [J.B. q. 2054(d);S8./?tQt. 1211) is Woo

5 pfale£l.

6 ((.3) Bectio.n 3,o.flhf4ctofAprjl 5, 1944 (3;0

7 U.S. C. 323; 58 Stat. 191) isrep.e.aled.

8 (14)(A) Section f;OOl(c)(3). of the Solid Waste
- .'-' -",c. ",'",,- .... "oj -. ,

9 I!isprsal Act (42 U.S.f/6981(c)(3); 90 Stat. 2829)is

10 re.peqled, .
.. ," ,",

11(13) Se((tipn 8,004(c)(2) ot,suc.h. Act is amended by

12 striki'r!g out "notwith.s/anding slJ.ctirn 6981(c)(3) of this
.. '-".... .... " .. '- ,,', .. .- ',- .. '. \: .. .' - j.:"

13 t.itle ".

14 (15) Chapter 180f title,35, United States Code,

1,5 isamended-.

16 (A).by inser'ting",but does not mean any

en: agree'iTfent or arrangfmlJ.nt,entf!red into between a

18 p.rivate entity person and thf! operator of a Gov;
'., .. " ,c, ...... " ,..... .. -'. .. ..

1,9 ernment:o.U?ned, "contractor,operated facility" i'iTf:

20. mediatelY. before tlJepe.riod .at the end of section

21

22

.2,01(1;);

(B)~y in.serting "or any novel variety pf

23 pla.nt .which is' Or mqy,be.protectable under the

24 PJant VarietYfro(ectiort.Act(7 U.S.C. 2321f!t

25 se..g.,)." immf!diately after "title" in section 201(d);
.. .:.", \',,, ,,-- -.... .. ",,',-, '-,' ",', ,.' '.

J. 36-966-0
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l'(CYb'yinserting ", except that in the case of

2 aSexft'ally propagated vari~ty ofpldnt, the date of

3 determination (as defined in section 41(d) of the

4 Plant Variety Protection JL~t (7U.S.C.2401(d)))

5 must also occur during the period Bfcdntract per-

6 formance" immediately dfter"agreement" in sec-

7 tion201(e);

8 (DYinsection 202(a)-·

9 (i)byamendi'ng clause (i) to read as

10 follows: "(i) when the contractor iii not locat-

11 ed>inthe Unit~dStateS or does not have a

12 place of Dtisiiiess lOcated tn the United

13 States or is subject to the controlof a forei},n

14' government"; and

15 (ii) by striking "or (iii)" and inserting

16 in lieu thIFreofthe following: ", (iii) when the

17 fuhding agreementis reZatedt'o or associated

18 with an international treaty, agreement,

19 memorandum of understandihg, or other ar-

20 rangemeht with a foreign government include

21 ing (but not limited to) agreements of coop-

22 eration iifscience and technology or militd/ry

23 agreernents relatinfilOweapOns development

24 or prOduction; ahd it is determined by the

25 .agency thatright~i1i the Government greater

J. 36-966-0
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1 thana: 'if0nexcl1+~ive)icense are necessary for

2 the agency,Jofulfill.,itf.obligations under the

3inter;national t~eaty, .agr;eerJ'!:ent", memoran-

4 dum of understan~ing,protlJera;rra;ngement,

5 (~v) when thefunding.agreement includes the

6 . operation ~l a .G~vernment-owned, contrac-

7 . to~-operated facility of.· the Department of

8 Energy primarily. dedieated ", to J!!at Depar;t-

9 ment 'snapal" 7l,Uclear, propuls,io'if or nuclea;r

10 weaponsre~atedpr.ograms,and.all funding
•... '. ,,', ""-'•. '.-<.-',:C' > .. :',', .... ','., ....

11 agreerJ'!:e7l,t .lirJ'!:ita;tions ~n~~r.this subpara,

12 graplJ on the> contractor 's .right to elect title to

13 a, sybject inve7l,tion are limitedto invention~

14 occurring und~r, the above two programs, or

15 (vX';

16 (.E) by adding ,at .thee.'fI;d .of ~eqtion 202(b)
.. .. ' .. -, ....., ... ',":-" '," ',.'," .. ','. -, .:-, ......

17. . th~ follqwingn.ew paragraphs:

18 "(4)., If the contraetor believes that p.rleteTrJ'!:inationis

19 contrary to the. policies and objectip~s of .this chapter or con'
-' ":', ,.:-,_., - C'." -'." : ,.',.. .. .\,,', __ : ,,-'.

20stitutes.O;nab~se,ofdiscretion .?y th.e agency, therletermina;-

21 tion shall be subject to section€Of!.(d),.

22 "(5) '. T17heneper the, Director .of the, Offiq~ol Manage~

23 me7l,tand ~udget ha;.~deteTrJ'!:ined that, one or more FedergJ

24 ag~ncies are, ut!lizing the I!Whorj{YolS,~etiort.202(gXii) ina

25 ma;nner that is cqrt,traryto thepolieies.anrf objectives of thi~

J.36-966-0
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1 'chapter, hemdy pT'omlllgate reyulatirYns under section 206

2 which establish policies, procedftres,and guidelines describ

3 ing classes 'of situations 'in whtchagencies may not exercise

4' the authorities'of thai sectiorL.";

5

6

7

'8

9

10

11

12

13

14

15

16

17

18

19 x

20

21

22

23

24

25

(F)(i) by amending paragraphs (1), (2), and

'(3)'Of'section202(c) to read as follows:

"(1) A requi'rement ihatthe contractor disclose

each Sllbjectinve-ntibn fo 'the contracting Federal

agenc1/ ivithin a reasonable' time after it becomes

kriowntocoritrabiof.personnelresponsible for the ad~

miii;istration of patent mattefSand that the Federal

Government may' receive' title to any subject invention

notdis~losed to i{within suchti>me.

"'(2) Areqllirement that 'the contractor make a

written election within 2 years after disclosure to the

Federalagency (of'suehaddifionaltime as may be ap

proved by the' F'elleral agency) whethe~•the contractor

will retairi title'tfJd sUbjedt invention,;~xdept that (A)

in'anyods~whe;'e public'ation, on sale, or public use

'hasinitiaied the orieyear statutofy'pe1'iodin uJhich
'.,', .,',,',>',: .. ',':".:',': •. '•... ,",:'".;.", ... ',-: ,co '-"", ',':' : ,!.

valid patent protection can still be obtained in the

Uniie"dStates, the'period for election;';{aybe shortened
- " ,",' ,

bytMFederUlagericyio addte thatk not mo'rethan

,60 days prior to the erid of the statutory perlbrl, artd

(R)the FldiratGovernmentmay receive titlti6any

J. 36-966-0
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8
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11
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13

14

15

16

i7

18

19

20

21

22 .

23

2'4

25

31
•...•:.... '_." .. :\ 1,.. .,.... ,"0' ',_.'

'subject in&titio'h .tnU3liich .thecdnita6i6r does not elect

toretliinright$oFfailslo elect rigltis'ivlthin such time.

;'(3)11"'ifequi'iferneritthlitli' 'cOntractor electirlg

rigltts'tna subjeIJ(in1JentiOn lig'rees to file a patent ap

pli6'atiOnpriOr to an!/St'atutorybitVdate that may

occur under this title due lopublfcatidn, on sale, or

public 'use; andsRlill 'theredfief. file corresponding

patent applications in other countries in which it

wishesFO retatn title ivithin:"eas()nltble times, and th~t

'theiWed~ral G()ve'fnrite7if~ay receivktitle to any sub'

'jeclifliventiOits'in the 'United States or other countries

'in whichihe do~tFa'ct(jf has' -notfiled'patent applied>

tions6n ihe subjectitivf3htionwitliiiduch times. ";

'(ii) 'by ilirrie'nditigjJaid,'graph (4) of section

202(c) by inseftinr/ i'(A) ,,; after"(4)", and by

dddiniJafilie e'nd'thereof thJ[ollb'wing new sub

'pdragrliph:

"(B) the rig/Ulo reqUtri'the6ontfactor, inventor,

o'r"assir/h,eeto'libense another pe't-son to practice a s1tb

"jectinve'ntib~ lin' 'relisond,ble termsif'-'.

"(i)such'lice'nsing' is necesSary to permit
-,: '::.. .. <'-:" .'." '>'.' ,_' L ',. <:""" ,:" \ ",: ''', " -~;;_-:"',

laWful commercial 'manufacture; use or sale by a

third party'bflispeoified end; item of a majbr,

mUltiyeat'resell'rch and developiAent project of the

Department of Energy or the Ndtional Aeronau~
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1. tics anrJ,Spacej1dmini$traJipn and ,such subject

2 inveWion wa.s rtwde, qurjng research and develop-

13 . . went activities dir~ctly funded under that project;
> " '.... ". -::." ',' -",' .: -", :" -- .. ,.

4 "(ii).a siWiZar product or process is not cow-
",.>-.- -..... , ,"., "","," ",'", ,,",- '",', ,"': '

9

10

11

12

13

14

15

16

17

18

1\)

20

21

22

23

2,4

25

(G) by striking" out "m,av" in secti.on

202(c)(5) and. inserting in lieu. thereol."as well a$
" .' '. - ' ' ..... ',.' .-.. ',"". " .,

,any infonrwtionon ,ut.ilizationor effort$.at obtain,

ing. utiliz/J,tion optqineda,spCfrt,of aproceedinr;

under $eqtion 2030fthis chapt~r shall";

(H)ljy .amenrJing paragraph (7) of section

202(c) ,to read asJollow$:

"(7)1n the qase oLano,np7'()!i,tp,Tr;qnization-.

"(A) a requirement ttl-at thi}sontractor shar~

r0y'/J,ltie$. with th~ inventor? and ..

"(If) a requirewen,t,that theba.larwe of any'
',\. :-" ,:-,-,\.' ,- , :.,.; ..,-. ",> < " .:.>.:-.".~'/ "'.- '-:'

royaltie$ p'rincoWi} earni}d by.the contractor wit~

respi}ct to $1lbject inve'l'ltipns" after payments of ex:

penses (including\paYrne'l'lt$ to inventors) inciden,-
".:' ," : - .C·,,",.-·, ,_: .. _,' .... " c.,., _.:', : '_ ,.', ',',.'.' ';.: '." c. :" -:', '_ " -:c. _._:.

tal. to. Jhepdry,inistrl(tienofsubject inventions, be

utilize,ri)or the" sJfPppr}of.$sifi'(!titic research or

educatipn. ";

J. 36-966-0
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1 mby<adding the folllJwing new paragraph at

2\ the end of8ection202(c):

3 "(9). The, balance of any royalties ;orincoine

4 ,earned onsubjecfinventionsby the,contractoroperat-

5 :ingaGovernment·owned, contractor-operated facility

6 ,up to. a total equal to 5 perceniof thatfacility's annual

7 ,budget (if the invention was conceiv.edor first actually

sreduced.topracticein the facility andAf the contractOr

9 ,elects. to retain the fUrlds)~haJl,\(Jfter. payment of

10 patenting costs, licensing costSi' .and other\ expenses

11 (including payments toin,ventors),pe used by such

12 contractor for· scien,tific research and. development

13 consistent withthemissiQn, an,d objectives of such facil-

14 ity, including activities that increase thi;lic;ensing po'

15 tential of otherin,ventions of the facility, with any. such

16 royaltiesQr iTfcome in excess Qt(iperi:ent of the facili-

17 ty's budget returned to the Treq,sury; (li(!d. to the extent

18 practical the licensing, of the. inventions. involved shall

19 be, adm.inis.tered byc0'r!tractoremployees on locatiqn rat

20 the facility. ".

21 (J)by addingthe/ollowing new subsection

22 at the end. of section 202:

23 "(g)(l) AFederal arfencil may at any time waive allo.r

24 any part of the rights of the ,United Btates, under sections

25 202,'203.;rtnd204 ofthis chapter,do any subject inventions

J. 36-966-0
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l'madeiunder a funding\agreemento'{class of funding agree

2 ments if the agencYid~'ter'rnines,that the "interests of the

3 United Statesmnq,the\genertlJl'public w.ill be best served

invention.

13

14.

'4 ·.therebyincluding, butnoilimitedto; instance's where-

\'(A);the funding'agreement involves cosponsored,

costshdred,'or joint;15enture;ures'earch or' qevelopment

and theconJractorio'r other'sponsdr or, joint venturer is

required to rriake qrihas made a substantial contribu

tion of f'Unds/facilities, personnel; ddta,orequipment

to the work pe'rfdrm~dund~r the funding agreement, 'or

"(B) the conditions justifying acquisition of title

12'\ by ihe i Gdvernrnentunder' section 202(u)no longer'

exist<or'<do'\ not applyinthecds'e Wthe subject

··6,,·

'7

8

9

10

11

15 i The agency. shall\ fri'aintdina'r'ecord/which shall be made

Hj i public andperi6dically\upd'dted,of determinations made

17' under thisparafJraph.'

18 "(2) Inrriaki'ng d~terminiitionsunaerpa:"agraph (l)(A)

19 ofthis subsection, the agency shall consider at least the fol'

20 lowing objectives:

21 "(A) Encouraging'the wide availability to the

22 public of the benefitsofGov~rnment,'sponsored research

23 and'Mveloprnentin t1}eshortest.practicabletime.

24" "(B) Promoting the "comm.ercial utilizatiori'of in,

25' ventions wade;;under Governmentifundingagreemenls.
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',1 "((J/Encoitrligingparticiphlibn by highly quali-

2 fied private persons in GbiJernment-spinsored research

3 and development' prdgrams.;

4,'YD/FosTering c61njJetitidn arid'Pf~iJenting ihe

5' "creationbrmaintenance ofsitti'ationiF inconsistent, with

6 the 'antitrust law.( ";

7 . (K) bjpaddingattheendbf secti6n203 the

8, 'following new sentences."'"

9 ''A detetrninati6:n,pur~uant>t6 this se&tion or' sectibn

10 202(b)(1)shtill'not}jesubjeiittothe(JordrdctD{spui~s Aet

11 (41 U.S.G.601etseq.). An'lidmtnistfd,tive appeals prode

12dure shall be established by reguldtionspromulgiited by ihe

13 Director of the Office ofMa'/l;agerrientlind Budget in liceofd

14 ancewith section 206. Anycontrd,cw't,invektof,liSsighee, 'of

15 exclusive licensee adversely affectedby'd"determinati6n

16 under-this sectionmay,'atanytime '1J)iihin sixty days afier

17 the determination is'issued,/ileano'ppealunaer the appeals

18 procedure established pursuantt'o th~ precelJ,inlrs.ente*ce or
,,:.' '," .:;' ,', c- .. '.':' '...... ""_.' ,. ':. ',' " :',- -,'."':' ...-< '.. - '-'," '"

19Ne apetition"irt, (lJ,eUrtiteifBtates,plaims Court, whtclJ,

20 shall have jurisdiction to determine the ,rna.t(er de novo and to

21 affirm, reverse, 9r, rfJ.?,dtfY: ",~ ,appr:opriq,t~, thedeter;minat£on

22 ofth",~Federal a!!e,rt,cY:,.l'0(}«se~descdbedi'f paragraphs (a)
.. .. .... .." '.... - ..

23 qnd(c), th~a.gen9Y'sdetermination shallbeheldi'iJ a.'4.e,y:ance.<,0 .. _ " .... ',: ", ,', _: .... "',.,,, .... ...... .... .. '.

24pe'i]ding the exhaUl}tion ,ot appeals 'lfnder t~eprece,dinf!

25 sentence.
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(L)by adrJingat the end of the chapter the

followi7J,g n~'lp. sections;

3 u§ 212. Assignment of title or rights

A "8ubjectto regulations. promulg(lted. 'Il/rl;der section 206,

5uppn.aa,et~rmi7J,ation(hat to do so.i$,in the best i7J,terestsof

6 the Government, an agency may assign titl~ or other rights to

7 (lninvention to a per$onwhere,suchtitleor rights are held by

8 the Government under such terms and.co7J,ditions as will en-

.JJ .courage th.?dome$tic commercialU$(3 of sucko tech7J,ology.

10 f'§2!fJ.Disposition ofrights i1l:educational(Jwm:ds

11 "No scholarship,fellou;shil!,training grant; or other

12 ftmding agr(3eme7J,tmadehy a Feder(ll age7J,cy primarily to

1,3 a7J, (j,wara,ee for ea,ucation(ll purposes ,wiZllibntain,any provi

1,4 si()7J, giving .the Federal agency any rights to inventions made

15 by the awardee. 1';

16

17

18

19

'(¥) by adding at tlM) end·of the table of sec'

lions fOrtheqhapterthe following new items:

"im?, Assignm~nt of title ,or rights. ,..
"213. Disposition' ofrightiJ 'in educiJiional awdrds. ";and

(N) by amend{ngsection206to read 'as

follows:

20'U§ 206. Uniform' Clauses clnd regulaiions

2i "Th~ Secretary} ofGc/ininerce rrwy initiate the reguld~

22 tions andrevisio'f!s theretO and standard funding~greement

23 '. pr'o'bisions, requiredtb iinplement 'sictions 202 throur;h204;

24 to be promulgated by the Director of the Office ofManage~

J.36-966-0
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1 ment and Budget after full ,consideration of agency and

2 public comment. ".

3 (16) Section 6(e) of. the B tevenson-Wydler Tech-

4 nology Innovation Act of 1980 (1SB.S;C. 3705(e);

5 94 Stat. 2313) is repealed.

6 (17) Section 10(a)dfthe Act of June 29, 19'35

,7 '(7 U.S.C.427i(a))isamendedBy sti'ikin[jOut the last

8 sentence.

9 (18) Section 427(b) ofthe Federal Mine Saf~ty

10 and Health Actof.1977(30TRS.C.' 937(b)) is
11 amended by striking o'litthelastsent~nce.'

12 (19) Section B06(d)of the <Surface Mining Con-

13trol and Reolamation Act of 1977 (30 U.S.C.

14 1226(d)) is\dmended hy striking out the first' two

15 sentences.

16 (20) Section 21(d) of the Federal Fire Prevention

17 and Control Act of 1974 (15 U.S.C. 2218(d)) lS

18 repealed.

19 (21) Section 6(b) of the Solar Photovoltaic

20 Energy Research, Development, and Demonstration

21 Act of 1978 (42 U.S.C. 5585(b)) is amended by in-

22 serting "as amended" after "this title".

23 (22) Section 12 of the Critical Agricultural Mate-

24 rials Act (7 U. S. C. 178j) is repealed.
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,,1 ' RELATIONSHIP TO ANTITRUST LAWS

2 SEC. 403. Nothing in this Act shallbedeerriedto

3 .PanDey to any persdnimrl1cunity from civil.or criminal liabil

,4;., .ity" oh to (3;eateanydefense.to actions, under any antitrust

5 law.

6· . 'EFFEqTIVE PATE

'.'" 'J ,SEp·iQi. {a),rMs .Aet !Shq'zltake;effe,et !Six rriqnths after

8 the date of the enactment of this Act.

9 ,,(b) A,fter;,thepffectiveidq,teofjhis Aot, each Federal

10 ageney may.allowp contrq,ctorpr q,ninve'f(tortoretain titleto

11 any subject, inventionsmad,e u.nder cO'/1;tracts ,awarded prior

12 lo/he effectipe date of this A,qt,!Subject to the, !Same terms and
"." - - ',' -'" '- ',-'

13 cO'/1;di.t.io'/1;s as those. whiq~ would q,pplyunder this.Act had the

14. cOntract.l;een., entered.into, after ,the" effective date .of this Act.

o
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