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99TH(JO:NGRESS ·H· '·R .·····4······8·.9'.·9.·'.2D SESSION •• .

To.amend title 35, VIlited States Code;.with respect topaterttedprocesses and
the patent cooperation treaty.

IN THE HOUSE ()FREPRESENTATrnS
MAY 22,1.986

Mr.KAsTENMJjIER (for !linlself,Mr. M(jORlffi.AD, Mr. MORRIS(jN of Connecticut,
:·Mr. FISH, Mr: HYDE; Mr. KINDNESS, Mr. 'DEWIIm, Mr. COBLE, and Mr.

SWINDALL) introduced the following bill; which )vf1s r~f~rred)o, the
Committee on the Judiciary ... .

.A.·'··BII...I...
Toameridtitle 35,UilltedSt~tesCode, with respedt to patent~d

processes and t.he patent cooperation treaty.

1 Be itenaeted by the Senate and House of Representa

2 tivesofthe United Btatesof Amencain Congress (J,8sembled,

3 SECTION 1.SHORT TITLE.

4 This Act maybe' cited as the "Patent Equity Act".

5 SEC. 2. REFERENCE TO TITLE 35, uNITEnS'l'A.TES bODE.

6 Whenever inihls Act·~ri ~IIlendIhent"iSl3xpressed ill

7 terms of an amendment to' a:section orother'pl'ovision, the

8 reference shall be lJilnsidered td be m.adetoasection or other

9 provisioIl'of title'35,UIlited Stll.tesOode.
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1 TITLE I-PATENTED PROCESSES

2 SEC. 101. RIGHTS OF OwNERS OF l'ATENTlmPRocEsSES.

3 Section{~~;;i~;aih;nded);by~~:~ting after "United

4 States;" the following: "and, if the invention is a process, of

5 the right to exclude others from using or selling throughout

6 the United States, 6fiinporting intothe United States, prod

7 uctsdirectly IIllJ,de by,thatproc~ss,"

8 SEC. 102. INFRINGEMENT FOR IMPORTATION OR SALE.

9 S~ction271 isain¢n:dlldbya,ddingMthe.endthe fQllow-

10 ing new slibsection:

11 "(e) Whoever without authority imports into the United

12 States or sells or uses within the United States a product

13 which is directly m~de.by;a proge~s patented in the United

.14 States shall be liable as.an infringer, if,thejmport!L.tioll,. sale,
, , ... -',- .. :', " .... -"', :. :- ".. " .0 ., .. <' ',.<" .. , ......

15 or use.ofthe produckoccursduring the term ofsuch process

16 pat\lnt. In IJ,n actionfor ipfringementof !L pro(jesspatent, no

17 remedy may ,be grantllct for infripgem()llt on,account of the

18 use of a product unless there is noallequate remedy under

19 thistitl(),for infringem()nton!Lccount()f the iinportation or

20 sale.of thatprodu(jt,".·

21 SEC. 103. DAMAQESFOR 1NFRINGEMENT..

22 Section 287 isamended-.

2S (1) by insertjpg "(a)" before "Patentees"; and

24 (2) byaqcUng>a,t"thelllldthe fgllo>Vip.g:,
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"(l)thata, substantial likelihood exists that the

productwas) made by the patented prQcess,. and

3 "(2) that the claimant has made a reasonable

4 effort to dete}'mine. the process actually used in, the

5 .. productiQ~ of the product,and was unablesQ tQ deter-

6 . mme,

.7 thepl'oduct shall be. presumed to have been..so made,' and the

8 burden of establishing that the product).wasnotmade by the

9 process shall be on .the. pa,rtyassertingthat it was not so

10 )jmade.'''.

11 (b)·QONFORMINGAM:ENDMENT.-The table. Qf sections

12 for chapter 29 of title 35, United States CQde, i~ awended by

13 adding .•. after..• the item relating to' section 294 the following:

"295. Pr~,u)llption: Prod\,pt produQoll.h pat~nt~d proce".".

14 !SEC.11l5. EJFFEC'i'IVE DATE.

15 The amendments made by this title shall apply to

16 United States patents gJl!:p.tedpefQre, on, or. after the date of

17 E~(j enactlll(jntOf this Act, except thatthe~e alllendments

18 shall not app~j' tp,ll:nYP:\,odu!lt illlportedinto Qrmad(j in the

19 United States b(jfQre the .date of the enactment of .thi~ Act.

20 TITLE II-.PATENT COOPERATION TREATY

21 AUTHORIZATION

22 SEC. 201. DEJi'INITIONS..

2? (a) TREATX,-.Section ?51(a) is amended by. striking

24 ", excluding chapter II ther~pf'"
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1 . (b) REGULATIONs.-=Section.351(b) is amended by

2 . striking "exchiding parte thereof".

3 (c) INTERNATIONAL SEARCHING AUTHORITY 'AND

4 INTERNATIONAL . PRELIMINARY EUMINING AUTHOR

5' ,ITY.-Section35:l(g)is amended by 'striking "term 'Il1terna

6 tionalSearching Authority'lllean's~' and insertingUterms

7 'International Searching Authority' and 'InterhationaFPre-

,,8. liminary Examining Atithoi"ity~rnean".

9' SEC. 202. TIME FOR FILING FEES;

10 Section 361(d) is amended to read as follows:

11 " "(d) The international fee, and' the .transIIlittal and

12 search fees p.rescribed under section 376(a).of.this.part,.shal.l.
.. " .. C.' ,. __ :.. . ... _ ,.,'\_:_" ,.. ,',.,', .. ,: .. _,,' ,:.. , ,',- .' "'••-,' •.

13 be paid.. either on. filing of an jnternatiQnal !1Pplication or
.. i "" .-," -"',:: ',-" ' ...,: '".. ..',:" .. -' .. : -" -, ,'. " ..-<',: : "",,',,:.:'-.!.

14~thilvuchlatertime.i~s the (Jolllmi~siQner maY:I!r~~cl'ibe.".

15 SEC. 203.J.>A'I'E.NT OFFICE A~ I.NTERNATIONAL PRELIMINARY
.'

16 EXAMINING AUTHORITY.

17 (a)1\:uTHORITY OFPATEN'l' OFFIGE. Section qp2is

18 llmended to read. as follows:

19 ."§ 362. Inte.rnlltional .. Searching Authority and. II\terna,

20 tional,p:reliminaryExarniningAlclthoritYi

21 "(a) The Patent and Trademark ..Qffice maYllctas an

22 International Searching Authority and an International Pre

23 .~imil).ary, Exalllining AuthQrity with. respect. to international

24 applications in. accordance .. ~th. tile terms.and .conditions of

25 an agreement which may be concluded ~ththe l:n~erIlational
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1 ]3ureau, and m.aydischargeallduties required of such Au

2 thorities, including theoollection of handlingAees and their

3 transmjttalto,the Ip.tel'llational Bureau.

4 "(b)Q'he ha,ndling(ee, preliminary examination fee; and

,5 any additionaUees, due fQr'internatiop.al preliminary examina-

6 .#onshallbe paid within such time as theOommissionermay

7 'b ""'"pre~crle.:.:,

8 (b) OONFORMINGA.MENl)l\:1ENT......,-Theitem relating ito

9 section 362 in the table ofsfilctiop.s for chapter 36 is amended

10 to readasAollows:

"362'lIlt~rIlational Searehing A11!horityand InternationalPreliminary Examining
, . Authority."', ,

11 SEC: 204. J.N'I'ERNATIONA.L STAGE: PROCEDURE.

12SectioIl3l:i4(~)is ~mended by striking "or:rritern~tional

13 Searching Authdfity',()fbdth,"~ndinsertiIJ.g ",an Interna~

14 tioIllil Se~rching AutHority, or ~n Inte~Il~tiohal Prelilllinary

15 Examining Authority,": "

i6sEC.205.SECRECYOF INTERNATIONAL APPLICATIONS.

17 Section 368(c) is amended by strikin.g' "or Irlternaiional

18 Searching Authdrity, Or both," and insertIng", an IIJ.terna

19 tion.al SearoruIJ.g' Auth()rity, "or 'a,IJ. Interh~tional Preliminary

20 EXllinining Authority".

21 SEC. 206. COMMENCEMENT OF NATIONA.L STAGE.

22(~) RECEI:PT OF DOCul\fENTS FR()MTHE INTERNA:

23TIONALB1Jl.iEAO: "Silbsection (a) ofsectIon 371 isaIIlended

24 to read as"follows:
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H(a) Receipt froIll.the>IIlternatioIial Bureau of copies Of

2 international applications with any ameIldrrients to the

3 plaims,· intemlj,tionalselJ,rch reports, 'lj,nd internationa.l.preliIn

4 inary examination reportsdincluding(any aIinexes .. thereto)

5 'lIlay be required,in the case ofinternationaLapplications des

6 ,ignating or electing theUnitedStates3'.

7 (b) TIME LIMIT FOR OOMMENCEMENT;OFN.A'l'ION.AL

8 STAGE.-Subsection (b) of section 371 is amendeHo read as

9 follows:

10 H(b). Sjlbject to subsection. (f) ofthissection, themitional

11 stage .shall commence with the expiration <if the applicable

12 time;limit .under article 22(1) or (2)·or under article 39(l)(a)

13 ofthe treaty:'.

14 (c) FILING OF ENGLISH TRANSLATION.-'.lSubsection

15 (c) of section371isamended.,.".-

16 (1) in paragraph (4) by striking the period and in-

17 serting "; and~'; and
.

18 (2) by addingiatthe end thefollowing:

19 H(5)atranslation into the English lallguageof

20 any annexes to the internationaLpreliIllinaryexaiIlina-

21 tion report, if such annexes, were;made in another

22 language.".

23,(d)TIME .PERIOD;FOR SUBMISSION OF ANNEXES.-'---

24Subseption (d) ofsection 3.71 is amended by adding at the end

25 the following new sentence: HThe requirement set forth in
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1 subsection (c)(5) ofthis section shall be complied with at such

2 time as the Commissionef mayprescribeiJand failure to do so

3 sha:ll be regarded as cancellation· ofthe amendments made

4; under article 34(2)(b) 'of the treaty;".

5 (e) TIME 'PERIOD FOR PRESENTATION OF AMEND-

6 MENTS.-Subsectibn(e)Msectidn 371 is amended by insert

7 ing'~br article41'c' aftet'~28".

8.SEC;207.FEES.

9 (a) HANDLING AND PRELIMINARY EXAMINATION

lOFEEs;'"'--,Subsectiori (a) of section 376 is amended-·

lV (1) bystriking'!feeiwhich amount IS!' and illseft~

12 ing "fee and the handling fee, whichamoUIlts are";

13 (2) by redesignating paragraph (5)· as paragraph

14 (6); and

15 (3) by inserting after paragraph (4) the fOllowing

16 'newiparagraph:

17 "(5) A preliminary eiamination fee and any addi'"

18 tiona:lfees (see section 362(b»; .ahd'!.

19 (b) PR.ESCIUPTION'ANDREFUNDABILITY OF FEES.-·'

20 Subsection (b) of section 376 is amended'"'--,

21 (l) in the first sentence by inserting "and the hah-

22 dling fee" after "international fee"; and,

23 (2) in the third sentence by insetting "the prelimi~

24 nary! examination fee, and any additional fees," 'after

25 :"fee;".
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1 SEC. 208. EFFECTIVE DATE.

2 The amendments made by this title-

3 (1) shall take effect on the same day as the effec-

4 tive date of entry into force with respect to the United

5 States of chapter II of the Patent Cooperation Treaty,

6 on account of the withdrawal of the declaration under

7 article 64(1)(a) of the Patent Cooperation Treaty; and

8 (2) shall apply to all international applications

9 pending on or filed on or after the date on which the

10 amendments made by this title take effect.

o
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