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DEPARTMENT OF COMMERCE

Office of tile AsslslanlSeCrelary for
Productivity. Technology,and
Innovation

. 37 CFR· Part 401

[DOcket No. 41278-4178r

Ilighlstolnvllntions Made by
Nonprofit Orga~izatlonsand smail
B.usiness FIrms .

AGENCY: Assistant Secret~ry for
Productivity, Technology, and
Innovation" COiJ¥nerce.
ACTIO~:J~'Jo~iGe ofproposed rule making.

SUMMARY: Pub. L. 98-620 amended
Cbapter 18 of Title 35, United States
Code, dealing with patent rights in
inventions'marla'with l"ederal funding
by-rlonpr9"fitorganizations and small
business firms and reassigned
responsibility for the promulgation of

. regnla.tiolls hllplemeuting 35 U.S;C. 202­
20410 the Secretary of Commerce. The
proposed regulation, if adopted, will
ill)plement 35U,S.C. 202'-204.
DI\TE: Comments d'1e by June 3, 1985.
ADDRESS: Sendcprnments to Mr.
NormanLlltker.-Pireqtor, Federal
Technology ManagelOenl policy
DiyisioIl.~_Office,ofProductivity,
TediIiol?gy audInnovation. Department
of Commerce, Rm.H4837, Washington,
D.C. 20230. Phone: 202-3~7-o859;
FOR FURTHER INFORMATioN CONTACT:
Norman, i.atker 'at the,'riddressa90ye;.or
Jesse E. Lasken(20Z-377-8100) at the
same adaress. .
SUPPl.E"lEN.TARVINFORMATION:

Bac~und ., '
Seclion 501 of Pub.,!'. 98-620llicludes

a s~ries, ,of: ameIldnH~Ilts: to Ql1~pteI' l.8,-of
titl~035, tJ.S.C.. illcluding the assignment
of regujatory authority to the Secretary
ofC:OIl?:metc~.'fhe'$e,cretaryhas
delegated hisauthqlity quder 35 U.s.C.
20610. the As.sistant SecretaryJor
Prodllctivity, Techn'ology and
Innovation. Since the amendments
becameeffepti'veon November 9, i984
when Pub.,i.. 98-S20 was signed. we ar:e
attempting, to complete the J,"ulemaking
processin,an expeditio,us manner.
Pending the issuance',of a 'final

,regulation.,webelieve that the
provisions of OMB'CircularA-124
contintle to apply, exce.pt to the extent
thataD1en~entsto'-Chapter 18 are
cl~arly inconsistent. We suggest that
agencies use' the~e: propos,ed 'regulations
as:guidance,in,the:modification of
clause.sand p~~edures,thatmay be
required pending the issuance of a final
regnlation. '

, l,r , "'~",:",

CompaIisoDof Proposed Regul~~c:Jfl:.;tQ,<' IlC?nreimblirsable basis, are not
0r.iB CircullU'A~124 \;;,. consid~red to fall under the Act's

The prop~~ed regulatio'n clos~ly.;'::." definition. of "fund.ing a.greement" since
follows OMB Circular.A-124 The the work IS not bemg directly funded by .
folIo~ingdiscU:ssion compar~s~e ','::' the ,Government eve.n tho~h iti~,being
proposed regulation to OMB Cir9ular A.., ass~~!~d by the mak,?!! ava,lable of .
124 with particular emphasis on.th~:-\,:·,:: ,<:_f~~Ihtll~.s. Of ~a.urse, If the Government
reasons faf. any substantive di~~th·~-I1lJ.f3s: ' ,~?re also fund\fl8 the research through a
and additions. ' " ,' .. , grCiptpf contract. the.grant or contract

tr~nsactionwould make chapter 18
Section 401.1 Scope., ,applicable ifa small business firm or

This s~ctioncontainsprovisi?J:1~..... ," :.,.nonprofit organization~as the recipienl
similaf'to· tlIo,se now found in patti; 5;';.:';' ' ~~:-the gra~t.or contract.·
7.c., 17, and 18 of OMB CircularA-124' . . Section 401.1(f) does poinl out.
Limgllagehas been included in;:seg~ioD/ .however, that in cases when the.faci,lity
401.1(a) giving recognition to the:' .. . ,operator is a nonprofit organization or a
requirement of·new 35 U.S.C. 212·th~t',:,.. s.111alLbul3,iness firm. there is a possibility
funding agreements made prim~filY:f9r(;> 'that,theoperator may be entitled to
educational purposes would'.I1P:~;be rights under its funding agreement if its
subject to the regulation ~nd ilnl~ ,., ~mploye,es, make an invention in
agencies should not take any righ~s.~i~ (;(wperation, with a facility user. The
·inventions made under su~h agreemellts. regul~tion therefore notes the. "

Section 401.1(b) is intended tqmake •. ' advisability of reaching advance
clear that theamendedmar9h-lli rights agreements on th~ rights of the thr~e
procedures established by ameI:l<led35P.<trties if there is a liklihood that
U.S,C. 203 apply to proceedings initiated . operator employaes may be involved in
un~lerexisting.funding.agreemen,t~.. Y'l:~> .}~~ making of inventions by. a facility,
interpret.the amend~d proc~duieftp . ..u,ser.
apply to all new march-in proceedings .. We have nolattempted to state what
even if the funding agreement predates th~ allocation of rights should be ih such
'the .anIendme,ntof chapte'r 18~ Thj~ ," . ,c:ases sincethis is beyond the s.cope of
section ta~es,thesameapproac?'to'We, this regulation. However. we believe
various appeal rights established'jn part that consistency with chapter 18 of Title
14 of OMB CircullU' A-124. which are 35 U.S.CO and the President's
carried over in the proposed regu:lation Memorandum of February 16. 1983,
with.on~y.minor·revi~ions; , ... . w,o.ulddictate·that tlJe user should

SectioIl,401.1(p) directs agencies,' at nprDlally retain title to its own •
the request of the contractor, ·to:limendl inventions. If operator employees make

, outstan~~,ng furiding agreements;:f()r the an·invehtion in cooperation with a
operation of Government,:,owned: .... ",- fl:icility user; then the operator-
facilities by substituting the appllcable.-: cC?ntractor should. perhaps. obtain some
clause atsec,tion401.14 for the qlliuse sl1are of any,mcomegenerated by tile
pre.sently:in"Sl1ch',funding agre~inents.~ ~vention. However. absent the, active
Pub.,L. 93-820has suhstantially cqoperation and involvement of the
narrowed the'previous excepti0I1 pperator in the project, tiUein any
applicable to, "GOCOs". ~ince t}1e,se , inyentions may be assignedto the user
cOI1tr~cts are typically forextel1d13d ... ~'_ :as part .of the i,:rlitialarrangement and
terms (usually 5 y.ears). we beli~ve the,t~eagency should approve. in advance,
intenlof the Congress should not be the assignment of any ligbts in
del~yed.,Most of these contracts. are. 'inventions made during a project from
routinely,'amended to adjust' fun,cis 011 a th,e op.erator to the user as authorized by
regnlarb.a~is.As part of such an., , ,',. .35 U.S.C.202(c)(7)(A).
amendment the patent lights provisions S /' 4012 D f; '/'
should be amerid!==d if the. contr~qt()r., ' , ec/~n::, ~. .. e 'in1 Ions.
request~; A number of agencies :haye . Secti.llI1, 401.2 uses the same
outstanding GOCO contracts hl,wbich d~finilions as in part 6 of OMB Circular
the exception WBsnot illvoked~t1d the A~124 except that the definitions of
contractincludesthe clause at .. ,:" ,.' "invention" and "subject invention"
Attachment~toOMBCir'cularA--l24:. have been modified to' accommodate
Section 401.1(c) does not require tha,t ,Pub. L. 98-620 changes'to the definitions
these contracts be amended unless the .at351J.S.C. 201. Definitions of "chapter
contractor so requests..:'.",. 1~" and""Assistant Secretary" have als.o

Section 401.1(f) is new and is)Iltend~~ been added.
to clarify the applicability qf chapt~n8 .S··. '/'401, 3' " f·/·h· J. /
and the Pfopos~d regulations:to;,:, .. '.':c 10~» '. ".,se 0 e C Quses a
arrangements for use of Governm~~:Ilt~""'.':~~ § 4f}1,:?:~:.:. , ... '
ownedf~cilities. Such arrangeni~Ats.:,;.:· SEt,cUon 401.3(a) is b!isedon part7.a.
wheth~ron.areimbursabl~or . . ofOMB Circular A.c.124 with some
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modifioationsto reflecrnew~35-U;S.G;
212 and,amended35U.S,C.202[a)..

Section <IOl,3[bj.is newdn parlH .
implements,:in ccim.bination:with'~

§<101.14[b). languagein amended 35
U,s.C;202[a) concerning the exception
for certain Department of Energy'
fundingagi'~emellts.,'T.his'_sec~ion also
prescribes {or. the first ti.me'qevtain
guidelinesJu,connecHoD,with-,the,
draftjng ,ofa~temativeprrivi8,ions: when
certainPf th~e~ce_ptiQn~at 3~l).S.C.
202(0) are. used. WeparHcuiarly
encourage_comments or' suggestions
regarding .this proposed,language.

Section <I01.3(c) is neW. It gives
specific recognition, that many contracts
are of e~te_ndedQ.urat!onBl1dmay
involves. variety: oftas~_oi'ders~ This
section is inlended to clarify that., .
agencies haye the flexibility to use the
exceptions with respe,ct, to-_~'8}lecific
task order, including one added after the
originalJunding agre,eDlent is,'executed,­
even though the remainder of the
contract ~lJ. subject to o:Qe theclausesat
§ 401.14. . .

Section 401.3{d) and (e)ls'equivalent
to part7.(b)[1)0~.()¥BCircularA~124
exc<e~t :~ia:t' it lVasnec~ssarytomake'a
number of changes beC8tlSe, of. ..'
amendments to 35 U.S.C.202[bJ(1) and
(2). Section 401.3 (fJ and [g) substantially
fallow parts 7. b.(2) and d.oftheOMB
Circular. '

One issue thatis not,expressly
addressed by,these regulations on whicb
we··would like. comments is'whether
agenciesshotild be allowed tomake
class deter,minations to use~xceptions.

Comment~tors,\'Yho favor,thlsare'asked
to provide exampl~sofwhen this might
prove useful. We are s(:leking to
determine whether y<e should generally
authorize .class determin'ations,
generallibar them, J)rli~,f~thfHr\lseto
specific. types of situations.

Section401.4 Contractor appeals 01
exceptions.

Section 401.4isnew and has no
couhterpart 'in' tIle'OMBCiJicl.llar; ,'It
implements new 35 U.S.C.202(h)[4)
which allowsa. contractor certain~ights

to contest the use 'of the exceptions at 35
U.S:C.202(a).Weencouragecomments
on whether' the proposedsectioIl'cariies
out the sMltitory language and
Congressional intent. ....

We interpret35U;S.C;202(b)[4)as·
requiring an:admini'strative proc"edure
similar'tothat afforded, under'B :march~'

in. The·proposed p'rod~dtireJS:intended
to rapidly resolve:contractor.claimsthat
agency al1~?tititPinvoke the
exceptionsatS5 U.S.C. 202(a) was.
misused. The agencyis authorized :to
execute1·the contractwith'altemative
provisions pendirig,the're's6hiUohdfothe:'

issue:~ Ifthe 'i~stie :is':r~s6fved :;ff(thei

contractor's favor thenthecorifrac'tis:to'~
be amended retroactively. (lfcourse,.the
contract?~could refuse,tosign·,~,::.. '.' . '
contractuntil,the IIlatter was,resolv~d.

However-t,in this cat;lEl*eagency,co~ld
consider going~oalternative.sources.. _,
But.the:section provides, in, effect,' that if ;
the contractor: is willing losi~',8
co.ntract subjectto:itsretroactive
alnimdment. theagency:may ~otref1.ise
to contractwith'thecontractoron
accountof-the"contractor's·' exercise'of
its rights under 35UoS.C.'202(b)[4);

We would also note that the '.
contractorsappeaUs not to be handled'
under theContraclDisputes Act. 'We .
consider this a statutorily created right.
Moreover, it cross references to' 35
U.S.C. 203(2) which specifically states'
that determinations under"that section
(ire not subject,to the Contracts Disputes
Act.

Section401.5 M()difidatlonCl;,d
ToiloringolClausQs. < "...•... ".

Sections401.5(a)-(c) substantially
fallowparts 8.a.-<:. ofQMB Ci~cul~rA-
124. '.' . '.' '., '. ".

Section <I01.5[d) is based on'part8.d.
of the OtvlliCircular. However,'.b'ecause
of amendments t035 U.S;C. 202[c)[4)1t
has been modified·to require the listing
of specific ,treaties or internatiOnal
agreeUlents that will be applicable to the
contractor. As amended, 35UoS.C. .
202[c)[4)no longer contains a reference
to "fumre"· treaties~·Senator'Do]e's
explanation ofthe bill at S14142 ofthe
CongressionalRecordJorOctober:10;
1984,'states'14at·thetevi~edJanguage
was intendedtorequire. an agency "to
tie its us~ .of:thisright to· a 'foreign treaty
or agreement that is:in existencealthe '
time 'the contractis executed.", However;
in recoghitionof the factthat-~ome
funding a'greements may extend :over
fairly long periods!of time, we 'have
includedoptiOnal.language·thatwiIl·
allow an,agendy ,to add neW ,treaties that
go into effect£lt'terthe date the contract
is' originally'sighed.

It shou!,d be notedthalthe provisions
of § 401.5(d) should have application,
albeit indirectly. to funding agreements
with -larger, commercial contractors as
well .is those with small busine'sses and
nonprofit organiza,tions; That is; 35
U.S.C.Z10 was amerided bYPub.L.. 98­
620 to provide "that allfundirig' .
agreements,,~ncluding those with other
than: small,business,firID:s, and nonprofit
organizations, shan'il}clude.the "
requir.ements ;established in,paragraph
202[c)(4) arid section 2030fthis title;"
Section 202(C)(4) establishes the ".
minimumlicense rights 'of the';:~'

G.overnment, -induding)ts Iiglit~().obtain:'
rights to honorfor;eign agreements; ,We .

interp"ellhtslallguage as6a~rl'lnlf",lih"
it the implementing languag~develop~d
under 35 U.S.C:208.Therefore, we' .
b~liev~ thati! will be necessarY to .,.'
amerid the standard FederalA,cquisiliori
Regulation (FAR) patent righ\s.plarises
to conform to the language pr~scribedir,l
§ <IOl.5(d), Sectio'12030f Title. 35 deals '
with march~inrights,a'1.d,th'!~~foft!,ei'
s~m~ r~ason~,"fl:)r.;pr?fi~'~.dI1~act?r8'tl{at
are.holS.018~I'b:usitless~s',9~OUldalso"; ,."
review proposed§ 401.6.' . . .,.". ,. ' :

Section 401.5[~) is based on part 8.e."
of theOMB Circular. However. twa
optional administrative,.req,~heIl1e~ts:,
!:ta,ve .been'eliminate<i. The ,Qpt,ioJ1, .~9
r~quirE! periodic lis'tiI1g,of in:vention
reportshasheen dropp~d'>Thi~is
consi4er.ed a~'~njustinedpaperwprR
exercise. Ag'emdesdesirlng :thi~.' '" ,
infonn~ti,?ncan.presentlyobt~iI1jt,fro~

th~ir o;W11.files.,11:le .l~nguag.~coI1GerniI1g:
np~i~iqEltipn ..of.It&P"Sup'9pntJ:,acts_:hC1s,
been droppe.d ~,s.ince such'rep,Qrting;is:
normally required under other FAR ..
provisiqns or agen~y gr~I1t·provisions.

Section 401.5(fJis neW and· . .
implements the requirement ofS5U;S:C/c
202[c)(Z)(E)w!,ic!,.was addedhY.P!ih.L..
98-620. The sta\utorylanguage has,been
followed viith sOlne mi~or edi~~rial
revisionsjnclud~ngsO:m~.languag~·t9
clarify that inqomej~-to,be'us~d",'at:th~",
facility." This. darification",asaddedto '.,
reflect the. clear intentqftheCongress,
as reflected on p. 21 of Hoyse R~port 9114 "
983 on HR 5003 that t!'eincome",astu"
be in"a researgh accountcbntrulledby
the' facility.~" ,:.' .'''' J', :i",;":"'::

One: agency thatinfotmally ~eviewed'.

this proposed rule suggested th._t .'. •
another paragraph be' added to secllon
401i5 advisingagEmcie~to·.$upplemenf

the clause iJ:l contractsfor.t~e.oJl~~athm'
of Government'ownedfacilitieswith" "
provisions:deaUhgwit~':th~ 'tra:nder';ol"
patent rights: to" successorcontraetQrs::'
We ari.rc(msideriI1~includin¥:'eo~era,ge:"
in this area, a'~d:s~e~'c9mm~nts;arid"J
suggestions. concerning'this.'~ny
suggestions for specific1anguage'or
particular ,concerns that'shouldhe '
addressed in either the regulatory
guidance orthe clauselimguage:are

enco?r,ag~~;"", .: 'c' :,>,:,'

Section 401.~ ·.!1,Jfercise.olllJarch;in
rights. '

Section 401;6 generallyfollowsp""ii3
of OMB CircularA~124,e"cept.th~t .•.•.•.
18:nguag~hllheCircular auth~rizi~g'the. '
use of Boards 6f C~ntractApp"als'to...
reVi~w'appi3als'ha's"bee.h'ElliIJiipated:to'j
reflecttheamendrilent ofS5,UoS;C:203"
Modifications'have beeh made:in' !'

§ 40UI(e) to reflecnhe greafer .
"protection afforded ut~liz.ation

information by amimded 35 U,S.C;
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·io2(c)(5], 35\J.8.C,.401,6 (fjand(gjhave
been revise(!sligb!ly tq r~qoireJbefact."
fi~derlO,\t~{lnSIDita-pr,PPQseddecisiQn.

·Bnd:to:_~pe:cinca.ny,gi.ve::th~. co~traqtQr
ap.4·J:lg~I1cy.r~pr~~~Ilt~_t~y~s ..·the-:.rightto.
prepar~':Wrij~enargYDlents. inrespoijse
to tbese fil\(!in8S 1I1\.i.recollJmel\(!lItions.
The cOl\tractor!s also given tberightto
request oral argttments befqre the
de,c,i8i{)p.r~aket~·l'he~'3,.chaI1g~s.~I'8:, .. _,. ',';
intende4. torefleet the fa~t tbat march-in

_.de.dsions..are:policY·,lis:well,asJa9tual
· de,cJ~io,ns.:" ',.. " ._ ,~,., ;'>

Section401,6fj) follows.tbel'rinciple.
Of 0!'JBCircular A-124.in requiring tbat
m_arcll~jn:d~~erminatioJ;1sbe,'lJ.e1d,iIl· " .
_abeyanc~'p,endingthe .exh~·m:;tioJ1'of all
appeals. J:'rev!ously35 \J.li.C.,io3did not
coyer tl)is. qlle8tiOIl..A8ame!ld~d. ,it:~ow
r~qlli~es, two,_ oft~eJour qateg'orieft·pf
lIl<!tR~~in~JJ~, h~'~ iJ:l ,~beyanc~'\lntil
e~ha,~~t.i<mof.app~al:;.,Ho\¥~yer,,~~':do
not!:Je,lieV.elhatlheamerided language,
pr:~~cll)d_e;s,ext~ridiTIgthis.~qui~em~ntJas
in thti'pa~~,tR.,all<:Citegories,of.mar9h~
ins. ,. .

Seqtful1 40U, .Sm.all business
pref~renc~.

-Sectforr401.7..,incombina:tion·\Vith
new JangUlig~at paragraph [kj(4] of the
clausesal§401.14. implemenlsthe new'.
requireIlJenlofaJIl~!1ded35IJ,!i·C.
202(.](71 tbatf~ndingagrcementswith .
nonprofit ()J;gaIliza~ions.contai,n
pr?"i~i~,~$,to' e£fei<:tua,t~ a ,r~.qllir,~mEmt
·tllBt~xcept:\.vheteit'provesjnfei:l~iqle
afte~~,r~asoJ;lable'inquiry,:tha.t a
prefere~ce' ih,the licensi[lg'?f ,subJeCt
in~entions:,shiill beghren to small
business', firm,S. We encourage comments
ont~es'~·provisio~s;-·, , ,',,:'

Itsliould be noted thai tberehas heen
,an inadvertent typographical, error in' the
language of amended 35 U.S.C.
202(cj(7j(Djand that the words "a
preference" sboold bave been inserted
be~een:~'inquiry'" aI14 "in' the licensing ,
•-';:'.g pur iqlplementationj)f:tlris,
provision'is,based,onthe'intended
langu.l)ge. sinpe_vvithout it the',clause"at
best. woal4.be smbiguous.

We ha:ve attempted to develop a
provision.tl)atwillmeet the',objec,ttves
of ,the,-statut~Withoutinterject,ing
agencies or this Department iJ:ltp.the
:individual licensing negotiations and
decisions Qfnonprofitcontractors;·'Ths.
'_clause language and section 401.7

_.Jmplement the prefe~eI1ce,IJ1,t~o.'~a3's.
Fir~t. I1onpr!Jfitorsaniza'tio.n~are

_requlred to mak~ :reas,on~ble"e.fforJs
un'de,r.t!l:e:pirc:urn{ltanc~a toattr(ict-,small
,bu,sinesB 1fce:nsees~:.i'he,:regulation~< .',
rec;:ggp.i2:e.,tha1-.i,n,sqIlleqases;the natu~
oLthe 'development effortsm~ypreclude
8~eking"smflll.~usineBs·licen,s'ee's.Onthe
otber hand.· this will not alwaysbe.lhe

.case. and"the"'c,<mtractorwou1d,be

expecled tounderta~eefforts.l(} seek.
.small ,bu5inesslicEms~s'-H is:not
possIblet()s'aye.xactly.what ,tilese>
efforts should consist of. but we would
,e.x:pect·nonprofit orgairlzations:t.o'ens,ute
thet t1leir,'effri~~s toP~01119,te;jnve.ntio~s .'
are notexclusivelyfocusedon .larger .•
firms. Ifnoothermeans are availahle;
perhaps. in selected, cases. a 'notice in a
soitable trade journal migbtbe .'.
satisfa.ctqry. Weal~o think it is probably
unre8soIla,ble. and :unrealisticJ~r . ". ,:
Ilonprofitorganizationsto be:aware.of­
the inter~.sts andcapabilities,:o~,smaIJ

businessas. especially those whicb they
baye I\otpreviously dealt with. and
which'arenol'otherwis'e:well:known;
Established small businesses that bave
an interest in developing university:
technology should let theil' interests be
known to rese.arch universities' and
ceJlters~particularly.anxlocal
universities' or centerB. .

ThesPlacific preference-required ~y
the Clause is modeled after the langu~ge
at 35IJ.S.C; 209(c](3] whichreqojres a .
preference' for,~mallbusinessfirms: ~n
Government licensing programs. This
appears to be consistent' with
Congressional intent 'as set f~rthin
Senator Dole's statement at p. S14142 of
the October10/1964.Conll"essional
Record; .

The clauseJanguage and section 401.7
provide that theAssistant Secretary of

. Commerce for l'rodactivity,Technology,
and Iimovationwill provide a forum to
consider small businessescOIl1plaints
that a particular contractor:,is not
meeting his obligations under the -cla:\18e'.
Howe:ver. only-aninformalproc~dureis
es.tablished. The Assistant Secretary
will initiate further investigation arid
discu.ssi~nswitha particular,institution,
when it appears warranted;:,Formal
hearings and the like are not
contemplated. In no eventwilltbe
Assistant Secretary' becouw· in"o!ved iIi
the negotiation of spec'ificlicenses or
atteinpts to have specific Ucellses
tl;!rminaled and renegotiated. ,We ,have:
not. sBE!igned this reviewfunctio~ t.o·the
individualagency, sincew.e,believe,that
any 'review ofJhe contractor's licensing
efforts will have to focus on tbe full
range ofit8 prog~[lm:ahdnof just on:
thos-e sUlJject inventions. that'Il1ay·;
eminate from the supportOf ~'single
agency. However,·the Department' wiH
coordinate its activities in this. area. with
the:,SmallBusiness Adiniliistration and,
as warranted, appropriate·agenci.es. For
example. if tbe complliint stems from the
activities ·of's contractor operating:8
GovernIilent,owned facility, the fundinil
agency will beconsolted. Tbe.. .,'
Department- a11:l0' anticipates working:'
with university or~anJzatioill~,suchas
.tbe SocietyofUniversi\y Patent

Admin'lsttators"andthe co~niihee;hn:':
Government Relations to ·foster' ,
compliancewith·th~ requirements ,of'­
these'provisions;

Sec;tiqn40i~8':: Repoi'tJ~g olluti}jzatign
ofsubjectinventlons.

liection 40l.6 generally follows part 10
.of OMB Circular A-124. However;
subparagraph (b) bas been revised to
reflect, changes made by Pub;L. 96-620.
Marking of ?ata is 110trequiredand.
agenci~smust protect all u:tilization
illformation. ,si~ce,'amtnl(ieti3.5U;S.C.
202(cj(5jbas establisbedan. absolute
requirement for c()nfitientia)ity and a so.;
called "(b)(3)" exemption under the
Free,doF.of Information Act. Section
401.8 req~ir~s, that the revised. '
requ:i~em~l1t be also, applied- to
infor~at~"ollcollecledunde~fUI:idin8
agre.ernents,pred~ting·the new ,P~rt401.. ,

Section ¥l1;U Retention of'rights by
in·ventor.

Section 40l.9 substantially follows
part.ll.of QMBCircalar A-l24.

," :,.-,c,: __,

SecUon':401.~q. .t;Qvernment. assignnltiJit
to contz;aotiJr,ofrights ininventz'on of
gorer{!!ne~'tf!lIlPJoyee..

Sedtion 401.10Sa!:JBtantjally follows
part 12 of OMB.Circular A-l24.but
some wording' changes have been,ma.de
t():furthercl~~ifythat'cori4"a~torfights in
the invention are .subject,.only lo the
conditions in,th~standard'patentrights
clause tbat was included in the funding
agreement. i\gencies exercising the
autbority of35U.S.C.202(e) to assigu
the rights of the agency dadved,througb
an agencyeFployee co~inve.~tortothe
contractor,-a:re notto condition such' an '
assi?nment with'additional"terms' '.
beyond those specified inthe statute
and applicable patent rights clause that
was,illcluded in tbe funding agreement.

Sectiofl. 401. 11' A.ppeals.

Section 401.11 substantially fo!lb~S
part 140f O!'JB Circular A ..124.Be.clluse
of(J~rtairi:r.evi.si9:ns to theD1awh~in.. . .
procedU:r~s .~is9usseq abo"e, Whiclt arc,
cross~J;efe~nqf'!c;liri Jhiss~ctioq~. there
are· Il1inor'differences, between the
appeals proc~dure~ in the ,.proposed
re~ulatjon'and those now pfBsc:rlbedl)y
the 0MiB Circular. As provided at " .
section40U(bj•.tbese prccedure~ will .

,apply t.Q. aqti,oJ1s. init.lated un<:ier- BlirHer,
tjJn4ing agreemants, . .

Section401.12 Licensingof
iJQaksrpundpotentrtshtsto.third .
pi:irtle$: . ,

, , ,'.

Seclion401.12 'substanliallyfollowB'
part 15 of OMB Circular A~124, .

; "
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section 4Ql.13 Administration of' .. 3. ThEiperiod for filing aftefeIeqtion .
patent rights clauses..' ',_"'" ~has- been-,reduced-frpm two ye~rs,-to':one

S I·'· "40'11'0'" 'I" d "i'd' f '" • year because ofiheexlended election
,e.c~:?n ',' .~I~~I~lJar,._.,ery~,,!,op1 period.,' .

parl1~ ofo~ <;Ir9.ularA-12.4, bui also 4. Subparagraphs (4) and (5) have
COnlaI?S new )11a\el'lal.,. .... ..... been added 10 paragraph (.)which

SecII~n ~?1.13[a) s\lQ~I.an\ill!IYf()ll()ws ren.ctthe obligationsoftheag.ncylo
part,16"c',of,the,O~H_q~rcuh~r. HolNever, maintain: 'certain.recorcis In'confide,nce
par~ 16.a. ha.b~.n.li)11hIiltedsincethe as r.guired by 35 U.S.C. 205 and the
subject matter:-Is: covered,in thec::laus,es Presldimt's:MenioraIld~ of February,
a: §40lc.14,Part lS.b, has Q.,.n dr()pped. 18.1963. On GovernmenlPat.nl Policy:
smc. IQ7 F.deralproc¥~lJl~llL '. '.. ..... We believe i1wil.l be h~lpf\llto both
RegUl_a.!:t~n~_~~],ref~r_e~ce8...ar.~,':/ :;>,,:.,' ,fiont~ac<t<;n\al1d'figency personilel'i,~,,-these
obsol.I.>md?() nolapp.ar to hav,e any ...obligations ar.cIearly spelled ouUn the
-oounterparts lIlth,~_Fi\R. _;._, ,:'.:', contractd~~u,l11ertt ".' __ ,', _ '

S.cti9n 401}3(b), coupled WjtH Ihe 5; Th.lastsenl.nce ofperagr.ph '[h)
change,_ tose'ction-t,J:Ol;5(el~is,cu~s_ed_, _. _ has'be.e,namended. to' conform' to the
•arlier.furth.r emphasizesthalannuaL . revision 9f35U.S;C. 202(C)[5).
orotherperi9dicIisting of subjeci 6. Paragraph (~).th.sp.cial

im,e~tioris,·except,at,_plpse~out oftha provisionsJar contracts: with nonprofit
funding agreementis ,Iiot}d :~.eJIi1pos~d organizations. :has ,been ,revJsedto
on contractors. .•.•• ' ..' •. .• '.' conform to the amelldment of 35 U.S.C.

Section401:13(c] refl.ct. Pub:L.98- 202[c)(7). Mostqf these chang~s ar.•
620eliminat~()n 0Uwo linlit~tioA8 on the simplydeletions,ofcondWou'sth'at lv.ere
conditiCJ.nsilnder\Vhi~~ n,0IlPftlf'it ''' removed py the:amendment..Ho"WEwer
organ~zat~on_s, maYJic.ellse or as_sign paragraph (k)f4) implemeJ:lts..the l1-ew
subjed'invl:!Iltivns.Bince, these _ statutory languageon small business
limitation-s:,are incl.u~e,d in.m~ny" ',', _ preference,s and we would encourage
outs~aI'l:dilfg,~~ndin8.agreeITlerits~hich comments,ont.his proposal:. , ,"
allowagencies 10 w~ive them. the .. ... Th.elaus.at § 401.14(b)is designed
proposed Iauguage advis~. agenqi~s 10 '~o be used by t~eD.par~.m.nto! Enel'g}'
norrnallym,~k.esuch ,W"aivets.This Is, ",', . mthose,casesm' Whlch"lt.exer~lses--a5
consisIEi'lI'Villt.thelegislative historyof JJ.S.C.202(~J(iv].The st~n~ardcla~se.at.
the bill, as,r~n.cted in Senator Dole's§ 401.14(a) IS prescribed wllhtwo mam
,aI1sw~~.~t,~.141112,CO$'E!ssi0I'l:al.Record chil~es. " ',. ,," , ;' ,',
OcioberWif984 'Vhichiridicat."thaIFlrst.par~graplI[c] Isam.nded to
agencie,sar~ expected to grantsuc4 cre~te a'two tier system. Inventions
waiv13rs lip~l'ally.,>,. , ,.,' fallIng ~nder the navalnuclear i

S.ction 40i.13[d]eslablish.s propuislOn and nuel~arw.ap?ns,
requir~,Il1ep.ts,~o.r :agen~iest() treat programsofDO~w~ll be. subJ~ct tt?'
certain"riontractor inforrnation ,on a defe~ed,determIUatIon~.Thoseth~t fall.
confidenUatb,asis. it cross-references ou~sl~e th~:'programs,w:ill·belongto.t~e
language ilf.Jhe standard cl,aus.e·thaU,s , cont~a~to~.}lnd.~r the standard cl~u~e
bas,edon.p_aft:~,ofO~·Circuiar..A~-124. provIsions If the c.0ntr~ct ~l~~ts tItleo;
While modified. we heliev. thaHn And a ~r?c.dure IS .s~abhshed for
combinatioil ,with ~heClause I~Ulgt1age ?et?r~lllmn~ underwhlCh c,ategory
this section is' s'ubstantially. the' sanie as mdlvldu,al mventIon~ fall.
pert 9. of Ihe OMB CiBcuiar. S.cond. paragraph [.) hasbe.n

. : ,":' '''.'' ' , '. amende~togu.aranteethecontrac~oran;.;

Section,40~:14.. s..tandardClauf!~s,: _,' exclusive, license in inventions,:t(l",which, .
Sectr6ri4(h.i4fal·c6~tainsth~.ba~ic ,the. :Go-v~rnmeIlt obtains !it;l~ in~fiEdd?~of

.claus t be 'us d' In' 't . tr t' ;th ' use outSIde of naval nuclear propulSIOn
e., o. ,'.. em ,os coP. ae s WI and nuclear weapoIls. This provision

smalf .bus.mess~s,a~dnonprofJt. , '; ., ..c;would :n:ot corne"into,--effect,.ofeo.urse,'if
orgamzellons. SectlOn401.14(bj conlams DOE .. '1·' hi t' . bl "t'll . ., d" ";d' ,:"1' ,,-- "'f···;·'·;·,··',· ··walveS·l s'rIg ···00 am I e.
astatl·.B:r, c.aus,e' ..or_u~e.m~ltuahons ur'···'····:··..': d'·"'--:" h" ,'.' '" 'thO
when the,De" arfmentofEner' .... ". nowever,p~n. mg sue .~alver, .. IS

". ····h1'..., '.' ..... gy.. should proVIde the contractorWllh the
.xercls.s te excepllOnat 35 U.S.C. bTl d' r t II It
202[a)(iv);.,:,.' .. ,:",' :. a IlyaD:~~cenlve~?a ,emp;o

'Th' ·1.·.. '.. ··I.§ .... ~.. 14'[) b. I. .. . II' commereIahz.e. promlsm.g inventIOns." ecause"'f!,. 40 a.,su.santla.y ' '.' ." '
follows flt.C<Ol~use.!lIAtlachmentAof Section 401.J5.D.ferred
OMB CircularA~124withth~ following d~te[I(!in.otiolls.. .
ehan·ges:. ..' Section;4ri1;15·:is.n~wan4"co~tairiS

1..Tl:w defi~itioI1s. of"jnve~tion"apd. ". ,guidanc.e and,:px:ocedures fotth~
"subject. inv,elJtion'" have.~eenrevi.sed·,~o ' ".' ~atidIiI].g o.f.;co.ntractor r~m~.e,s~s-fo~ ..,:: _..,....
conform to,. statutory changes.:, .:" . gr~~ter'~igh~s,:fnthose,,¢a,liesw~en onEd>£

2. Th. petiodfor.lection of righis in the.•xceptionsaI35U:S.C; 2()2(al has'··'
paragraplI,(G)[2Jhasb.enl.nglhenedto .. b••nappli.d, As nOled .arii.r§ 40L3[b]
2 years to .confl?rm-to.sta.tutory'cliange's., . ,:~requires that fnn:ost insta~ces;when an "

excepiionjiillsEidihatthe9ouiraCIQtbe
allow.dat least the righ.ltorequest
greater rights. The'proposed procedures'
are inlendedlo flisterthe expeditious
handling ofthese requestsin:fln~anner,
that is consistent'with the'reasons;'
behInd Ih.origiIialapplicilti~uofari;·
exceptio~and the, policies.an4
objectiv.s pf 35 U.S..C.200."Y. .' ."
encourage' comments on these' proposed""
procedures. -- ..'

Applicability of E.O, 12:i9~

This pr9Pose'd rrile' ;i~,'nritcods~~e~~'d:a:~'
major.rule',as,d~fined' ill, Executive Drder';
12291.Jtspurposes, objectives; and .
_basic substance' are ,the' same a's' OMB:';
Circuiar A-124.whichwas not
cbnsidered a mEiJorrule. Nevert~~l~ss"a
r.gulalory impact a!1aly~ls''Vasprepar.d
for thai rule which conclud.d that its
benefilssubslentillilyoutweigh.dany ..
costs and thalther.should be.a n.tcost
savings. That continues to:be true.
Several yearsexpe~iencehave, now
borne this out.This,'regulation adds ,no
new paperwork burdens, and,in'fa.'Ct,;'
reduces.certain_,paper:workr.e,qui~ement~
of the current FA,Rand OMB Circular
A-"124.

The C.nerllleoinIseI ofthe .
DepartmeIlto~ c:;omItle.rc~has'c~~tified
to Ih. Smail Busin.ss A,dJninjstr~tio,n ."..
that this rule will not have asubslautilll
econo'mic impacto~a:s!J:b'st~~lti~L ... ,:""_,.,,
number~f ~maH ~ntiti~s:,.l::Ioweve~,.:f~~_ '
the~e limi~ed.p~rill)er'Of sijt~ll'l?,uE;1net;!i.
conc.rns in ar.as of high teChllOlogy .
Ihat deal with the Governm.nt. the
proposedregulation. Ilk. OMB Circuiar
A.,..124, makes'iteasi~r foraman
business. :f~rI1ls; tQP~rtiGipate,-in,
GovE1rn~entR,8tD prOBI'ams-by
guarallteeihg.th~protedion:of,th;eir

. inteilectualprop.rty.Thesmall busiriess
preference provis'~()·ns.in': §,40~.?,~rt4 t~E!
ciauses al § 401.14sho~ld aI"op~ove of
b.nefilto the liniited number of small'
businesses,t~at1Ilay'be"interestedin

obtainingl~c,eJ;l,s~~Jo,u'niversity,'
technology: .

",","- , ','..".

List pf Subjects in 37 CFR Ch.IV

InventipI1~,Patehts,;No:nprofit·:
Or~anizations" .,Small bu~ine'ss, firms~

Dated: Marqh 28,.19~5~

D. Bructt:M~rrifi~ld;>, ~

Assistant Secr;tai-zforpro~uc.tivlty,
. Technology,and Innovation. .,

i\.ccordihgIy. ilis proposed 10 add a••.
n.w c;haptEir lVotplitl. 37 of the Code of
Fede.~al.:R~,all~ati,o~s;con~ist.ingatt~is
time of 'Part401.:tQread'as'·follows:



13528 Fecieral Register;/ Yot~ll,,No,' 65 I Thllrsday, April 4, 1965 '/ Propos'ed.Rules'

~~:~1JJ'JJift1~i~~T¢EW!l~~l~rJ:''l~Er
INNOVATIONjDEi>ARTMENTOF' .' .. ''.,
COMMERCE' " ,..

PART 4Oi~RIGHTSTO INVENTIONS, .
MADE BY NONPROFIT
ORGANIZATIONS AND SMALL,
BUSINESS F,IRMSUNDER
GOVERNMENT GRANTS, CONTRACTS,
AND COOPERATIVE AGREEMENTS

Sec.
401.1 Scope.
401.2 Definitions.
401.3 Use of the Standard Clauses at

§401.14.
401.4- Contractor,appeals 'ofexceptioil8.
401.5 Modification and ,tailoring of clauses.
401.6·< Exercise of march.,.in right!','
401.7 Small bU8in,essprefer~nce.
401~8,,1~eporting,pnutiljzation qfsubject,

in~e~tion~.", '.,.,", "',_ :
40i'.9' '-" '~etel'lti()n of ~igpt8by-~ontriu::tor

employee inventor.
401.1q' Gave'roment assignment t6

coiltractorofrightB.i~,inventionof
goverIlmentemployee.

401.11- AJ?p.eals;.,' , "
401.12 ,,"- Licensing of background patent rights

tQ;thit,d' parti~s;
401;13:<AdIIi.i~istration of patent rights

."clau'self:.'",>"",' ," .'
401,14< St~Qdard cl,au.ses,
401.15 .Deferred determinatio~s.

!Au~hority:35lJ:S,·C. 206 J~J;ld the delegation
of a.ut~oritybY,theS~~~et.ary ()fConunerce ,to
theA:;si~ta~tSe.cr~tary: f~r Productivity•.
Teclu1ologyari.dlnnovation at-seetion 3{gfof
D001(}-1. . ., ..

§ 401.1<$Co~. .•. • •. '
(a) Thispar!iIll"lelll~nts 35 U.S.C.

202-2Q4 arid is applicable to alll"ederal
agencies. It appIiesloall funding
agreelI1~n~s \Vitl1_sm~U business'firms
and nonpro~itorgariizatiQns,executed

a£t~rlhe,ef£ectivedaleof this part;
exceptfor a fUAding.~greerrient mB:de

. primBrilY,for.:educationalp\lrp~f>es. In
accordance witb 35 U.S.C. 212 no
scholarship! feIl.ow~hip,tr:airiing'grant,
or other·funding agreement made by a
FederC:)J agenCYPI:imarily,~o an awardee
for e.du.cation,aIpurpo~e8'Wm' contain
any provisicJIi giving, the Fe.deral,agency·
"any rights t,oinventions'·made by the
awardee;

(p) The "march-in" snd appeals
proceduresin§§ 401.6 and 401.11 shall
apply. with':r~,;;pe-9ttoany: lllart::h:-in Of,

appef.itp.NG,e:eciiIlg i:fliti~t~,ll, an~r-. the.
effectiv~,q~teof thiS· part, under a
fundilig ~gre~~ent subjecttoch~P\er18

oftlt!~~5, lJ·$,C,.~ll~Jl if th~ £'1'1<ling .....••. '"
agr.~em.~nt :~as~.~)(,ec~te~ Pfi.~r,. t.o,tlI.ctt:
date.....: i."t·, , '" ;:~'.; '. "''', .. ' .,,' .. :

(c) At tberequesl o£tlie.coJltr~c,tqr;~ .
.fllnd4Jgegr~,e~entJort~eqpel:~tiq!ipfa,. '
Go"erllIIlenJ::o:wn~dJ~~i1~tY::\f~i..c::lI,j.s, i,-t- '
effect 9!i.t,~~effec,tiv~.dateof.this.PerL,..
shall J)~llr,0'Alltly ~IIlendedt!l inglJlde"

the pr91lisiQns requiredby§'!OU(aJ § 40J:~Deflnlllons•.
unl~.ss.-tp..~,A~ency~etermines:,thato~e, AS"used in this part~
9fthe exceptlO.ns at 31; U·S·C, 202(a)(lh (a] The term "funding agreement"
(IV) (§401.3(a)(n-,(4) of thIs.part) 15.. means any contact. grant. or cooperative
apP1ICaple ang ",Ulbe apphed.lfthe agreement entered into between any'
exceplion.at § 401,3(a)(4) i.s determined Federal agency, othertba!ithe
to beapphc,able. the fundmgagree~ent TennesseeValley Authority and ariy
will)~ prpmptl¥·.a111ended to include, the contractor for the performa~c~_ of
provlslO?-S reqU1r~qby § 401.3(b). '. experimental, developmental, or

.(d) Thlsregul~llOn supercedes OMB research work funded in whole or in
Circular A-1Z4and shall take . part by the Fe1eral Government. This
prece~eIlce()v~r,~any~gency r~gulations. term also inclJ.ldesa:ny aSl;ignm~nt,
Includmg regula~lOns.18~ued,.u~der the substitutiop of parties, or sl\bco'niractof
F~ ~yste~,.wh~,?h are'lficonsl~tent any type ehtered intoror the
~Ith It: EXlStIllg agency re.glllatIons... performallce ofexpf:j'riinental.
Includmg thl)~E;! under. the. FAR system. developmental,6rx:esearch 'Work urid,er
shall. bee pr9mptIy a:mended ,to,conform a fUIldinRagx:~e~eI1t asdefinf:j'd: in the
t? thIS part and, ~~ended Chapter 18 of first sentence dfthis paragraph.
title 35,. No de'VlatI0I15. from·th~s. ., (b) The. term "contractor" means any
regulaho:n or the clauses pre,scIlbedmlt.'· . lIb' ",' f' " -- ' ,',;
h 11 b "d" i.·th th' :' I person, sma ... usmess lrm ornonproflts a eIDa .e_excepWI .e:approva .' " t" " h' h" ", "'t't' ,,',,' ,
fth A . t·tSe t R'' It'" orgamzalonw lClsaparyo.a

Oe,SSI.8; aJ;l" . cre ~ry" egualOns funding agreement.
suppl~menbng thl~ P~irt shall be . (c) The' terIIl"invention" means. any
submItted to the AisslstantSecretary for . t'd' .' b' h .. f ~'" :,',,',:: '·'h· ,'." mvenIOno~..- lscoveryw IC ,IS or may·
revIew. or.cO)lSlstency WIt thIS part b t t bl ·th '.' t t bl
prior totheir issuan.ce. e pa e~ a,.e or'o ... erw,lse pro ee .. a. ,H

(e)lntheevent an agency bas.. llnder TItle ~5 of.theUmtedStat~sC.ode.
outstand,ingprime.fundingagreements or any nove~ varIetyofplant.wI:t.~chIS or
that do hOt contain patentflow-down ma~ be protect~bl~ under the Plant
provisions,consi,stentWith this part or . Va~lety'Prote(jtIon Act(7 U.S.G~232t'e't
earlier OFFP regulations (OMBCircular seq.). . .. u.' • ."

.A-1240 or OMB Bulletin 81-22). the (d) The teFm s~hleGt Illvenlion
agency,s,haUtake appropriateaclion to, mean~ any, In,:enbon of a contractor
ensure.thatsmall business firms or conc~l\~e~or first actually reduced to
nonprofit organizations that are practl.ce,mt~e:pe,rfo~anceofw?rk.
subcontractors.undera;ny such unde.~a fundlIlg. agFeem~nt;provlded
agreements and that received their that mthe ca~~()f~ variety 0rpla~t,the
subcontracts afterjuly 1. 1981,: receive date, ofde termmation (as def~I1edm
rights in their subject inventions that are section. 41(d) of the PlanlVane.W
consistent with chapter 18 and this part ProtectIOn Act: 7U.S.C: 2.401(d)) must

(f) This;part.is .. not-intended toapply also occur dUfll1g .the penod,of. contract
to arrangements: under which nonprofit performance. '" ' . . ... . .'. ,,.
organizations, sl11all.'business firms,: or (e) Theterm practlcal app-hcah~n'
others are.allowedtouse Government~ means ·to manufacture inthe case'of a
owned researchfaci}ities and normal compositionor.product\tl)·practicErin
technical assistan,ce·providedtousersof the case of-a process or me:thod,'or to
those facilities, wlIetherona operate in thecas.e of a machine or
reimbursable, OF nonreimbursable; basis; system; and, -in each,case~, qnder"_such
Such.arrangementsare:not considered conditions as to.-establish that the
"fundingagreements'c' as defined at 35 inyentionis. beiIlg lltilized and, that its
U.S.C. 201(1») and § 401.2(a)of this part. . benefits are to the extent permitted by
However;,ifsuch facilities- are, operated law or Government 'regulations
by nonprofitorganizations or small,. available to the public on reasonable,
business firms and, if 8.1J employee of: the' terms;
operator is a,co-:inventor(alongwith:a. {f} The term "made;'when u~edin
user;s employee1.or.8 sale. inventor. then relation to any inventi0I1"means the
chapter18an~,thisregulationwill . conception Ox: fir~t actual reduction to';
govern.therights oftheoperatQF in the ',- practice of such invention.
inventio,n'.as-deI;i·v~d:tllroughits. (g), The term'"smalll:msine'ss
employee~i~ventQr,.Itis therefoI'e' mean,s:·a.smaU business~concerri as
advisable. and especially so if . . defined· at Section 2 ofPub.Y85536 [15
collaborativeres~archjs cOntemplated; U.S,C, 632) and implementingc •

for the:\Js,elythe:op.erator..':aIld,the,.. . . regtllati0Iis· or the' Ad-ministrator:'Ofthe'· ' .
agency tor~J;1.ch::advanc.e:.agreementon:.;"'i ' Sm.aU'6us,iness Adminis.tration~For'the
how,rights:to!hwentio-nltwiU:pe. __ purp.Qses, of~this"par_t~.,thesize:standards'
allp-G,&~ed UPAe-ral'rangell),entsJoriUSB', of... . fOI'.,smaIL business ,concerns, iiivolved in
Gov:8r~ent~oWnep.Jacilities·being'. :", Government.pr-ocureIU:ent ahd·, ,
operateq,9Y n().np.rof~t orga~iza.tions.or- subcontrC!-cting:atl3. CFR:1Z1~~8'and
small busine~s,firms.·. -,12L3-12~respe-ctivelY'" will be. iIse&
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(h) TheJerm :'nonptofi! orgslli••tion" ",hich ledJo lhe us~oftheexceptiClri.
mea~,s?niyer~i~iesand"other:'~nsti~~ti()[~S, FOrf:!,~alnple.- ,irthejustificatici~relates
ofhighereducalion~r.norg.hizatibpof lospafti?ularfieldof use Otn\arket. tile
the typede~cti1:>e~jnsectiO~SO*)(3) of clause might be modified. along lines
the InternaIR~venuec:Odeof i954J26. similar to those. describedin§ 4OL14(b),
U.S.C. 501(c)aIldex~lllplfromJa,,:ation In any evenl. the dause .hOuldprovide
under see.\loIl501(s)ofthe IlltetIlal. . the conlractor wilhan opportIlIlityto
Reve[lueCode (26.U..S.C; 501(a)) .or any receive greater rights in accdrdance ",ith
nonprofit.cieIlti!1.c"lre.~ucstjonsi.·.. the procedures al§401.15.·
0.rgani.~tion!l1l~lifi;eqllIlgerastale' '. (clWhen a funding agreelI(ep( ..••....,
nQnp~l:*~:~g~r:Hz~tlOil ~tatt1t~;.h.::; ',', ;' -invo!ves'8,serie,sof separ~tetaBk(jrders,

(il The. t"fm:'chaplerla"II(~ans: '.' . an agency may apply the exceptions at
chapter laofhtle.350fthe U[llted~t.tes, § 401.3(a)(2) orWlttJiIldividualtask'
Co~e.. , ,:," "ij ;;"'~ ,',; '-.< '.. -:-', .. \;: ','-'" orders;-:a'nd'it 'IIlay:,-structure the:'contract,'

.hl The. term, AsslstaIlt!\eCfetaty·· sothatmodifiedp.atent rights prtJvisiolls
meanstheA~~lstanIS~oretaty of.. ..... . will apply to the task ordilreventhongh
Comm"tc"f?r Ptodu,chyllY' Teco/'ology•.••.. tbe clauses ateither§4o:t.14(a)or (bl
and' ,1~~o,va.t~jI10,r',~ls::,~r.',~e,r:,deSlg~ee::" :~ ", are applibable:to.WR·rert18inderofthe'
.§ 401;3' ,,·Use of-tHe'standard cla'usl!is.f~· work. Agenci~s.I"r,e,authorized.t:o
§ 401.14.'.> . .' ,... ..... . . '. .'. negotiate such modified provisions witb

(a) EaclI#ridi~gag~e'<in\~!,\a.v~rded 'resp~ct tp task orders ad.de~ ~o,a .
t~ .'i"small'~u'si#~~.~'firnf~r 'notipX'O~i-t. ',' fUI1~lng'88I:e~~eI,1~,aft~r It~·mlhal
organJz~fionJex?epithuse~Ubjei:i\O~5 aw~rd. ."<'. •••.. •

U.S,C;.212r~hall ~onteipfbe clali~¢ ..' .•.. (dlll.efor~ulIhzmg any of the . .
found in. § 401.1t(a)withsllclI ", .,., exceplIonsmpara~raph (a) th~ ag~ncy

modifi.ca tio.~s, ',~ri,(ttai~ofin~, !:l8'" '''. :' /,_.' ,'::, ~llall,~repa~e a'~~tten det~rm~l1~t~ol1'.
autbori.¢dorre~Uiredel~ewbefe~nthis .. mcludmg astalementof facts supporlIng
p.Ci~t;:lio~~y:ei'/a,fu,~dir~lf~~!~.~nu~nJ,~'aY' . !h~d?~~~ina~i?n.: tha~ ;t~e co.nditi~ns

"'contlii11' ~lte.tn'~:ti'y'e:'pro:vi~i?ti~+"",',':,-'."", ,,' Idenhfl~<;l.:ll1:~E!,:~xceptIo~ ~~lSt. III
. l11whentlIe;contractor is Iloflocafed ." oases when § 4Ul.3(a)(2) .is used the
in:Jhe:~nft~d·S"t~(e,sot;d<i~s'Il,?l ha'v~"~", dqtermination'shall'also,i,nclude, an
plac"ofbusiness located lritli~.trniied ' analysis justifyillg the determinati0ll'
Sfatesor issubjMt tothe J;ontro! ofa. This analysi.shoUldaddJ<ess.\Vith.. .
foreign'c;overnmeIitror ", ,', , ,,:' ,:(" :.. '8p'~q~.fi.citYho~:,"~4,e'~Jternate,provi~i:ons·

(2) i~ ~xcei>ti(jnal'Cir~uillsta'ncEts':lVh~n- 'Wil1be,tt~~:~chievethe (Jbj~ctives s~t- '
it is determin,edbytl'eageriCytha\ .' forth in 35U.s.C.200. Acopy ofe~ch
re5trictio~ br.:.'elinii~~UOd,'-Of:th~ right --to' determination;,st~tement :(}f-facts, lind;· if
retairilitlel?'1nysul\jeclinveritlp'l"'iU applicable. analysis shaUbe promptly
betterptOll1ote the policyandobjectiyes provided tuthe.contractor or
of cbaptei1aofTifle35 i)fthe Unite'd . prospective cpntrsctor.
Stales Cd~e:o" . .•. . . . . . (e) Exceptfordelerminations under

(3) whenitisdetermjned bya § 401.3(a)(3).tlle.agency shalla!so .
Gov~,rn~ent,auth()ritY,"',which i~ . ... 'l?rovi~e.'colli~s,~o.f:e.ach ·determinatiQn,
authorized, br.statute Of ,e~ecut~ve·order 3tatem~J:l,f()1 fI;l9,t.,,~nd·analysi~, :tCl :
'tb:conductforeigr;'~~t~l1igence or . . . Assistant -Secretary. These shall.be sent
counterintelligenceactivities·,that the... within 30 days after theaward'of the
r~stricti'?~ 'Dr eHInina)iori:'ofthe rightlo funding agreement to which they
retail(tige,fo'snr,sui:>jed invel1~i(>n,i,s, .. pertain..Copies:'shaILalsobe sent. to ,the
necessary to;protect IlIesecurity of such' Chief Counsel for Advocacy of the Small
activiti¢s;,OO! ".. :",:,.,:.'. '.,' '16usiness·AdministrstiOllifthefllnding

(41wljellJllefunding agre~ment' .. ... agreement is wit~' a: ,s,inall business .,firIi1~
includesithepperalion.of a Goverrimeiit. (f) To assist the Comptroller General'
owned~ contractor-operaledfacility Of of the United States to accomplish his or
the DepartmentofEnergyprimarily. her respon,sibililies. uiider ~5 U;S.C.202.
dedicated.tythat:Department,'s nayal... l~ac~ FederatagencythEit ,enters1nto~ahy
nuclear pr()piIIsioIt',orwea,pons'rela,t13d funding· agreements with 'Ilonpmfit
p~ograrns.,..... ' ...' .. ' _ . organizations or,smallbusiIiess firms

(b) Whentbe Bepartment.of Energy "hall accnmulate and. at the request of
exercises tlleexception at §401.3(a)(.4), the Comptroller General. provide the
it shall Use the clause prescribed. lit _ ComptrOller General or his or her duly
§ 401.14(b)with .uchmodification and authori.ed representative the total

.tailoring.as:authorized orrequilled " .number of ,prime. agree~ents ~entered

e.I,~e:wh~re In-thi~-part:Whfm:any agenc'y into withsmaIl:business··firms,or
exercise's the:exception~ at §401.3(a)(2) nonprofit organizations:thatconfain the
or (3).-it .shallusethe.stand,ard clause at- patent rights' c1auseiri this part or under

·§401.14(a) ,with only snch modifications OMB Circular A-124for each period of
as 8re,i1ecessar~. ~6 aqdress t~e, .: October t,through September 30,

:~ ex~~pti:qnal circtimstances.9.i', cQ~cerns beginning.with Octo~et't.·l,962•.

(g) Tb 'qualify for the standard clause
~. prbspecti~econtract()r may·be ",:.,:"::
required by an agency to .cer\ify ·that iHs
either ~:small,~~siQ.e~sJir:m,(lra.,' ,.'.
nonprofit organi.ation. If th'e agpllcy has
reason to question the stalus of tbe '. , ' .. ,
prospective contractor 'as's' smaW::::' ).':
busin~ssJi~' ~r,ponp~ofit,org~l)iz~,~ipn,:
it JI1ay file'a:prot~st.'in"acco!dance:vfith,:
13 CPR 121.3;-5 if small business firm
statusois,~u,estioned'qrl'equire"the

prosQ~'?t~ve:contrac;:lor to;.furl1i~~-,·
evid¢nce: to 'e~tablishHs 'status'ss:a
nonProfif-o~,aniz:atiol1::.,:,,:,'. ':'"'
§ 401.4' coniractor.appealS ~r exc~ptlon•..

(a) In acc~rdance with 35 U.S.C.
202(b)(4) a contractor has the right to 'Ill
admiI1is~atixe teyi~~.oft;l:.:,.:,: '.',' .' ,.'
determina,~i?n.·to'us.e':'a..n:eof th,,~.. ,<·' ~::',,< . "j

exceptions at §§ 401.3(a).(l)-(4) if,th,j.... ,
contractor~,eli~ves thata,'det~l1Uin~,tiQn'
is either contraty to' the policies and ,
objectives of this chapler or constitutes
an abuse of discretion by the agency.
Paragraph (b) of this seciton specifies
the procedures to be followed by
cOlitra?tdr's' ~rt~ ag~ncies 'in such .' (Ia~es.
The assertion of'~uSh.~~claim by:thtr .­
contractor shall'not:be used as a basis'
for withholding or delayin8 the award of .

" a funding agreement or for suspenning
perf6l'I~ra:nc~',underlin,'.llwllr~~"'~~~~\TE!',r;
pending filial resolution 'of the clahl) the..
contract'may be 'issued With the pateitt'.
rights provision proposed'by the agency:
but should'tlie final decision be' in fairor'"
of the contractor; the funding agteemenf .
will be amended accordingly lind· the.
amendment'milder,~tr?~ctive·,to:.th~':,.,:'·'
effective date of the' funding agreement.

(b)(l) 1'1. contracior may appeal a' '
,deterrrli~ati()p:by,·pr6fidiri~.·writ.teii, .... _
notice 10 the Agency within 30 working
days fro,mtl1e ti~~i~,~~,ceiv,es s:C9PY, ~f
the age~'cy;s'~:leteI'lnIllati()~:,:?r,~i~~in .­
such'loI1$er'time'as'an agenc¥'may.' .,
,specify'in its,,'l'egiJlati~ms: The'
colltractoi"s notice'shoul~'sp~ci~i?ally
identitY the basis for the ·appeal. . '

(2) The appeal shaH be decided by the
head of the agenoY or, hy ap official. Qf .
the ,agency designated by.the head of
the agency whO is at a level above the' .
p,ers,on who·~ade·the, d~terininatioIl. ,If:
the noti9~'railJ~s'Jl ,gel1uinedispu~e()~er ­
the material fads. the head of the
agency or the designee shaH undertake
or refer the mailer for fact-finding.

(3) Fact-finding shaH be conducted in
accordance with procedures established
by the agency. Such procedures shall be
as iilformal as practicable and be
consistent with prinCiples,of;
funda~e~tal'fairnes,s. The'procedures'""
should afford the contractor the
opportunity t08ppe'at wnh,cou~tiel,
submitdocumentary'evi4enqe; pI:es'ent
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witn_~sSeS}lm:l.GQnfront-!iJuch persons ijS
the agenc:y-)iI~ypr~~et1t.~J\Jrl;Ulscribed
record .~hall.heInade and.shall be
available at cOSet.to ,Hle:contractor upon
reqll~st_TIw_r~q\lir.e~~J;l~,_for_a.
transcJ:'il!e,d,-~e~()~(}maybewaiyed by
mutual agre~meiit,?fJhecont_J,'actor:and
theagency.>, ,.«.<

[41Theofficial conducting the lact,
finding shall!>!,~!>are""ritteuliI)diags .01
fact and transmitthern t9 the he.ad of the
agency or 4!3sign,ee promptly after the
conclusioJ} ofth~_Jf!pt }iIl~iIlgproceeding
along with a recomrn~ndeqdecisioIl.,4.
copy of the findings of fact and
recommended: decision: shallcbe'sE!Iifto
the' contractor' (a:ssignee or .exclusive:
Heensee),l3Y.regisJ€,1'6g- 'or pertified: lllait.

(5) Fact~findiag ~lIQuldbecompleled
wilhin 45 working~aysfromthedale

the aaency ,i~ceiv~_s_Jheco~'lractQr'B
writte~notice.' " ' "

(6) When facUillding has been
conduqled•.the head pf the agency or
designee!shall:bas~;:hisorherdecision
on Ihe'f':cts fO\lIld.together",ilh sny
argument subm~g~d:b~·;the:,c.ontr'actoI'"
agen,l:Y,officfalsor., any: '9thedn~orIIlation:
in the ~dminf5tr~tiy~ record. In cases
referred for facl~findingIhe.agency head
or t~~ de~ignee m1'yr~j~ctonly Ihos.e
factsl~1'thayebee[douIldthal are
clearly,eri'()neQ~sandth.~'a,genc::}'~ead:,<,'
orth,~"deBigp~.Er~ar·,h~,~~~r.al::~rguments
after f"el-finding provided that the
contra~toro~coI1F;i~t()r'satt()rney'or
representative .ispresent'f.ind given an
opp,ortun~tyto II1~k~it~9\Vnargumenfs
and rebuttal., Thedecision,of the ,agency

, head or tile designee shall be in wriling .
andjnchld~ ,an: expl~qati,on,of th~ basis
of the:d'ecisioIl.if if is,: ill'~favora?l~ to·the
contractor.'T~ed~ci,siqn:of.the',agency

or desigIlee shall be madewilhin 30
worki~gd~~sa~ter: fact~fiItdin~or., if
there:was'n'ofact-finding':'A'ithin45 ,~
working.days from·the date':the agency
received the contractor's. written'notice.

§ 401~5\" MOdification and tailoring of
Claus~s:, '<>:":":''-''
,(a}Agencies::shouldcomplete the,

blank in paragraph (g)[2)of.lhe clauses
at § 401.1.4inaccordance:Yl,iththeir,Qwn
or appIiGable'Government~wide
regulations.suchas;th:e Federal:
AcqufsitionJl:~gl,l1ation.,

[b) AgenCie~shouldeomplete.,
paragraph (1); "Communications" at .Ihe '
end of Ihe.clausesal §401,14hy>
design.ating:a, centraJpoiI1t: of.contact, for
commun,ip.',itionfl,; emJ'l1atte:rs: relatiilg to: '.
.the'.clau.se•.f\,ddHJonali instructions: on,
communicatiqn.~l1l&yalso.b,e,'include~,in:

paragrap!). (1).>:",.>",
. (c) Agencie~'Il"yreplacelhe .

underlined :w.ords.and'.phrCisesinthe
clausesal,M.o1.14withJhose. > .
apprqprj"j~ to)he:psrlicula, IUllding;.· .

.agreement For, example. "contracts"
could he replaced by "granl."
"coIi.tractor"by "grantee," and
"contracting.officer','··by ·,'granISoofficer."
Depending on ·its use, uP.ecleral agency..
can be replaced either by the .
identification of the agency or by the
specification of the particular office"or·,
official within Ihe agency..

(d)[l) When the agencyheadorcduly
authorized.designee determines at the
time·of contracti~g with: ~sman
business firm or nonprofit organization
that it would be in the national :interest
to· acquire the right tosu:blicenseforeign
Governmentsorintemational
organizations: pursuant to any.existing
treaty or-internationalagreement,: a,
~senlencemay be added at the end.Df
paragraph (blofthe,clauses at § 401.14
as follows~

This license will'include the right oHl)e
Government to sublicense foreign ,
Governments andintemationalorganizations
pursuant to the.following: treaties OJ'
intern""tionalagree~ents: -.

The blank above should be completed
with the names, of applicable existing
treaties or int~rnational agreements,
agreements::of cooperation. memoranda
of understanding, or similar
arrangem:ents.including:mil~tary'

agreemelltsrelating to weapons
development and_production~Theahove
language i&. not intended 10 apply to
treaties or other a'greements, that are in
effect on Ihe dale of Ihe award but
which:are 'not listed. Alterriatively,
agencies may use substantially similar
language relating the Government's
rights to specific. treaties or, other
agreements identified elsewherem the
funding. agreement~ ·The language may
~lso be modified. to make clear that th,e
rights granted to the foreign Government
or international· organization may'be for
additional rights,beyond a Hcensear
sublicense if so required, by the
applicable treaty or international
~gre~ment.For.e}(;ample.,illsmue cases
exclusive licenses areven the
assighnient'oftitleoin the foreign country
involvedinigp,t be required. Agencies
may also modify the language above to
provide for the. direct licensing by the
contractor·ofthe foreign Government or
in~ernationaLorganization.

(2) IftheJundingagreemenl is
expected to~involv:e a series of changing
tasks·ovef.an extended period aHime.
such as the typicalfunding.agreement
for the.opertition,of 8. Government­
owIled facility,thefollowiag language
may also be added: .

The 'agency reserves the right to
unilaterally amend' thisfu]Jding agl't!ement to
identify specific trea ties or international
agreements entered into~by.'the·GovenJ:merit<

after the effective dateof this fUhding
agreement pursuant to. which theco'ntI'octar
shall grant the qovernment lor foreign
Governments ...or'iIlterna tionalorganIzations
desjgnatedby the.AgencYl with respect to
subject inventions made after thedate,of the
amendment th6se license or other,rights
which arenecess'~ryfor the GoVernment to
meet its obligations to foreign Governments
and internationalorganizati'<:ms under such
treatIes or interria'tionalagree-ments';

(e) Agencies may add additional
subparagraphs 10 paragraph (flof the
clauses at § 401.14 to require the
contractor-to, do: one or both olthe
following: . .

[11 Provide a report priorto the close­
oul ofa funding agreemenllisting all
subject inyention~ ar ~tatil1g th,f:lt there
were none;

(2) Provide, uppn reque~t, the fili,;g
date•. serial:numbera;ndtitle,; ...~copy of
tbe palenl application; and.patenl.
number arid issue date foranys,ubject
invention in any.countryinwhich the
contractor has ,applIeci forpateI;ils.

(f] If the conlracl is with a nonprofil
organiz~tion_and is.far the oper<ition.of

. a Government-oWIl:edJacility tp.e'
.following wiil be substitutedfor
paragraph (k)(310f the clause.al
§ 401.14(a):

(3) After payment of pateotingcosts.
licensing costs, payments to invento.rs.and
other expenses incidental to the '
administration of subject inventions•. the
balance {jf any royalties ,or income earned
and retained by the col1lractorduring: any
fiscal year,on subject invenUons ~~derthis.or

any successor contract containin8;,the same.
requirement, up to any amount equal to five
percent of the budget of the fadlity~for'that

fiscal year:, shall beused,by t~e.:t:ontra:ctorfor

scientific research. development. and
education at the facility 'consistentWith the
research and development mission and
objectives of the faciHty,includingacUvities
tha t incre~se the licensing potential of other
inventions of the facility. If t4e baIanc,e
exceeds five percent, 75 percentoflhee,xce:ss
above five percent shall be' payedby the
contractor to the _Treasury of the United . "
States and the·re,mainihg25 percentshall:oe
used by the contractor only for- the same
purposes as described above: Tothe,extenl it
provides ,the mostefficient technology
transfer: tlle, licensing ofsubjectin;.'elltions
shall be IHlminiSct~re,d,by:cantrQctor
employees on location at the,facility.

j ".

This paragraph "hall nolheusedin
contracts for'the op'eration of or'
perfarmanmfof-w0rk at'JadlitIes''Or. .
laboratories that are not· Government­
owned regardles's,ofwhat'percentage of
the work at the Jacili ty, or labo'rafory-fs
funded by Ihe Govel'luneIlland'
regardless· ofwhetheroi-'nofthe
construction orequ~pping:of the facility
was.paid for,out of funds provided by
the Government,'· .

''41
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§ 40t.6Exf!l'CIse.c>Im.rcl)·ln rlgl),"," prodedtir~9shouldaffordthecontractor

[alTha following proceduresshall' the opportunity to appear ",ith~ounsel,
govern-'the;ex.ercise'of the·march~in.;· . submit ~CJc~meIltary~v~cI~n~e.prese~(
rights. of the'!lgenci.e:ssetJorth -in.-3S ~itI,l~sses -and-confront:su~hpe~8,o.ns as .
U.S:C.• 203 «nd the clause ilt§.401:14; the agencymaypresenl. At~anscrIbed

.• lb) Whenaver.an agency receives. rec~rd shall be made ",IJd shlillb",
information that itbelievesrnight aVBllableat cost ~othe'contractprupon
warrantthe.:'exercis,e~f:m'arch-in~Iigh-tsi reques,t;-The,re9Ulrement-foI'-1l:
before:initiatiilgany-:marchqn ," , , transcrlbe~_ ~~cord may he,w8Ive,qby,
proceedin~; it shall notify the contractor mutual agr~ement of.thecontractor aD:d
in wrlting oftheinfoTIfi8tio:n',arId ,request the .ag~~cY.1\nyp<?r~l<:'_Il-.of-the,ID:ar.ch-m ,
iilformal'writt~nororalcomIIlen_~sfr0Iti ,pro.cee,dm~,m?ludlng.a"fact~find~rtg .
the,contractor-aswell,a$info.nnation ,,·., heari.n~t~a,t in"vpl,ves te~ti?:orw or: .'
releVant:to:the.;matte'tJIh"the~~-bsenc~'of .evide~c,e r:elatll~g-:t<?-t~e UhIHl~tI(m:9r':
any contntentsfrorrtth'e. con:tr~ctoi'-' , -eff?rts·at'obtal~irig'utiHzat,i()n:!~llta~
within30day~,th"agehcY,lIlay;alits . bell.'~made by the qontractor.lts, ,
discretion proceed.~ith:thep~o~edtlre8 asslgne~•. o~ hCien~~esshlln;~e ~I~.s~~' ~~
below; ',If R~<::(jmlnent',i~'Fec~ive(t ." "" . the p,ubl~C1mcl~~In,gpotentlaLhce~se~~.
whether or. hot withih 30 dliys; then the . In acc~Jrdancew'th 35 U.S,C:;. 202(c)(5), .

. agency. shall, ""ithineo days lifter it' '. "genc,es,shall no.t d,isc!os,e."'!Jysuch
receivesthe'commen~ -eithe'r..initiatethe Il1forma~lpnob.,~,ll~p.~~Ldur~.I1~a"In:a;rch~in'
pro~ednr"sbeloworll0tify tlie '. '. . proc",edlng toperspns 9uts,de the
COritractor,-ii1'~Ung"th8tjt.will-'not' ~qrernIIl;e.nfe:X,cept .\\"h~~, suc~ rele?'se." ':
pursne march-in rights hased on the 's a~thorIzedbythe contra~tor (assIgnee
" ·t" b t·h' h··th . t't .orltcehsee),.. .'. •
m.orma IOn a. ou w IC e con.r.a.c or [.fJ. Th '. f.fi "'.1 .. "d" .'. 't'th ·..f·t.. ·wa'snot!fied: ,,' ''.,' ",',' ;,:"e'() ICla,~onu9,ln~: ,e'?c-

[ ) ·A··· . .. "h'.' ..... 'd' .s'h II be' fmdm.g shallprep..are w.rItten fmdmgsofc ·marc -mprocee mg a f···· .. h' .. 'h' h' 'd" ·fth·, 'I' I d h th ,. '. . f ···tt·· act and transmIl t em to. t e eao e
Inl !8 e, , "Y."elssuaIlc:eo_.~~I,en , agencYor'designee'prOmptlY'after'the.;
nolI~e by th~agency to th~co~tractor conclusion of theJactCfinding proceeding
and Its Il55Igneeorexcl.u51V.e lIcensee, as al.'''.' '. 'th'a're,' 'm'ende·d. . ,0. " ••..•• ', ' ,

[' 'bl ' h •h' ... " .' ongwl com .
app l,ca ,.e. :stabng t~tte.agencr,I~, d'et'eniiiriation;' A 'copy ofthe'Iind.irigs'of
c,onsldermg th~. e){e~cIs.e of.~;irch~m. '. fact shallbese'nHC?·thecoritractof
rlghts.,:The., notm~:shall~ta!e,the. r~ason~ fassignEm or',exclui;i:ve"licensee) '~~.
~or. th?proposedmarch-m,:m.ferms .'., .' reglstered:or'-:c'~rt~fiedinail,; The '
sufficl.enu~,p~t-~e~on~ractor?~,~.ob~e contractor.taS51gn~e.~ot ~.~cl~~iye", ,"
of the Jacts,upon.,~hl~h~~,aC~IOn ~ould licen~ee)and'agericyrepreseI1tattves
be basedan~.shal!sp~clfYthe field or Will h. given 3t1daylilo sUblUit\vrilten
field~ ot~se:ln~~h~ch .t~~.~g.ency Ul argumerrtat() theh~~d ofthe;agen~Y,~r
con,slde~ng ,req~Ir1ng~m~n~mg.,~he des~griee: and; UpOI1 I'equ~s.t by' t~e
nOhfe sha.ll.a4\'ls~.,th~,,?ontractor,;, contractor··o~~['.ariun.lf~nts.Will· ~e~!2!14
[?sslgneeorexclu",.veI!cense~) of ItS beforetheagencYhl!ad ordesigile~ that
rIghts, a~ setforth In thls.sactwn and in will make theIlllaldelermination,
any supple~entaLagellcyr~gulalions... [g) In cases inwhicb fabl-ftrtllingh".s
~he det~rmlI~ahon .to,exe,r~I$,e'lJla~ch~ln peericondu,cte(l;t~~,he~dof t~e' agency
rIghts.shall ?emade by the head oIthe ordesiguee shall base hi9 (Jrher
agency oI:hls or her desIgne,e,.., determination on,the factsf()u.~d-:

[d) y'vithiIJ3~d~y.s.~f\erfu,ereceipt of together with arty other information and
~he written not~Ge of ~~rch-llll. the written or oral argume:nts~ubmitted'by'.

. ~o~t.rac,to~(a:ssl~n~~.o.f e~cl~s.lv,~ , thecontractor'(assignee br:exclu~lve
hc~ns~e)lllaY5ubmltIn'p~,~san,:,~rI, license,e) and ag.ency;representatives,
~rlt1ngf.~r:through,a.repr~sentati~~.- .... ~andany other i~forination iri~he
mfgrmahoIl--'Jf !lrgument 10 opposlhon.to administrative' record., The consistency
the proposedmarch-in,in,c1udingany of t~e ex~rcise or-II1(lrch~i~1rights,with
a~diti~nalsp~c.i~i~inf~}l'Illation ;which the policy·arid ·o~.ject1v~sof 35'1!,S;C•. '
raIses a genulI~~dlsJ:lute0'V,er..tlle:, .. '.. . 200 shall aJsobe 'consl~ered/!I}ca~es
mater,iaI. facts,upon·whi~h the'mari;:h,.in referred'for·f.acl-'fhiding. th~ he.~d of the
is based. If the information presented: agency or,designee',may reject-,only'
raises a genuine disputeover·the '.. those· facts t~athave..beenfdul'ld:that
material. facts;' the· h~ad, of the' agency:or -. arede:arly erroneous;·VV"ritten:'IloUceof
di,signee' shall undertake or refer the the determination whethermarchMitl
matter to another offiCialfor fact- rights will be exercise shall be made by
finding. .,. ...•.•• .....,. . .' • theheadofthe agency ordesign",e and

[el FaCt-finding shall be conducted in sent to the contractor (assignee or
accordance with·the: prot:edures· , , . . . exclusive· licensee) ,by ,certified or
estahlished hy,the agency. Such. .•• registerednlail within 90 daysaftehthe
pr()ced4re~,.~han',beas·infqrmal:JUL:·,'\. completion:of fact-findingor9~,days .'
practicable:and:becqnsi~ten,twith after orala,rguments~:'WhiGheverjs'rater;.'
principles .0UundarnentalJl\irness,The,.•, '.'or·the'proceedings.wi!l·be'deeme.dto

have 'been terminated and thereafter no
march7in' based 'onth~Jacts:andre~.sons

upon which the proceeding was initiated
;nfaY'bee~eI:cise.~ . ':~"':::":"'" '

[h) An agency may, arany time,
termlnate,aDlarch-i~ proceeding -ifit i~
satisfied that it do.s not wish·to
exerci·se,.~arc~';I~dghts;."":," "'." .' .. '.•.",

[i) The proc~dures'ofthis part shal!
also' apply to the 'exercise of rnarch-in
rights'againsnn\rentor8:rec~iving',title,'to
subject inventions'unde'f35 U,S.C. '202[d)
and, for· that purpose, the term
'~conttactot'~'a8 used;in' this: 1Je'ctfonsh'all, -

. be deemed to indude ·the::lnventor,'
[j) An agency determination.

unfavorable to the contractor.,(a'ssignee·::
or'exclusive licensee) shall be held in .
abeyance pending the exhaustion of : '
appeals or petitions filed under 35 U:S.C.
206(2). . . '

[k) Agencies are authorized'to issue
supplem,entalproceduresnpt
inconsistent with this<parl for the
conduct of march"in proceedings..

§ 401;7 small busln... preierence. .
(a) Paragraph (k)[4) of the clauses at

§ 40:1.14 implements the,smal! business
preference requirement 'of 3S·U.S.C.
202(c)(7)(Dj, Contractors are' expected to
use efforts that lll'" reasonable under the
circ;um.st~~ces ..t():'~ttrac,t·-smalt~.us.i:"es8i
licen8ee~.They.'are'.alsoe'~pe.cted~~o·,g~V'ft,
small business firms that meet the '
standard outlihed in the clause iI.· .!. '

preferenceoyer'0:ther,apIJlic~nt8"f~r

Iicen~es~,What:co~stitu,te,~re,~$onable
efforts'tf) attrllc{szn8U.business ..
lice..sees will vary with the· .

"circumstance.sJ;md:the,nature" duration,;
and expense of efforts h,eeded to bring .
lhe invention to the marke\. ' ,

[b) SmelChusiness firms that believe a.
nonpr.ofi~:.orgapiz:ationis"nQtl~tleting,,,i,ts: ' .
obligatiQIl~/.un~er:.tAepl~.ul}e~ay:re:porf.;"
their cop-.ceJ.'Dsto:,theAs!>istant
Secret~iY;.Tot~e:,E:!xte~!,d.f~em~4: .,:',',: '., .
appropriate"the,Assi'stan~' Se:c~.e.tary\\,il.l '
und~rt!l~e .inforDlal inv.e.stig.ati()np~:~h~-,
concern, and, ifappropr~a~e,.,.;enterinto; ,'J

discussions ~r :n.~~ot1aUol}s.~Hhlhe]
nonprofitorganization totJ:fe .end ,of 'I

improving.-,itseffortsin,meeUngs'its .~.• ::: ::
'-obligations under the clause;H()we.ver,·
in n.oevemtwillthe Assist(\nt'~~,cret~ty

interve~eInn,egoti~'tion.$:orc;:~mtr.~.'it9~
d~cisions~ongel'Ilingthe,li13Em~ingofa',
~pecifi~subjec,tinveIltion;~8 \
app,ro~r~a}e,t~ei~v~.stigaV?~~~ .. -: .,:" "'
disCll:5Siqps; aCld~ ile,g()ti~ tio,nsof.Ui~.~, ...~

.AssistantS~cr~ta~.y:~ilI::pe§~or~in~t~d'·
with other egenCies, including lhe Small ..
Business:1\dmi~lis!rllV()il;,anCl>'~~,tre,cas,e 0

of 8'. contract.for::tlje.opei'!}tion:of-a:. :"'" >

Governh1ent~.owl1:ecl',;:conJra'Cto~·::operat~d','
rese~tch"qr:pro.~uctio~.·facilitYi-,the,;j':;'.':.,::::;;
Ass'istant:Secretary,will :co:ordinate with',.' .
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the agency' responsible for the:facility
prior,tf) arty discussions or negotiations
with:the -cCl,Iltra,ctor; .

§ 401.11. ReP'!rllng on ulUlz.tlonof subject
Inventions: '. . . ,

(a) Paragraph (h)of Ihec!auses a.l
§40:l.14 and its c(:mnterpart in the, clause

. al AttachmentA toOMB .Circular A-124
proytdes that, agencies, haveth~ righ~ t.o'
receive periodic rePQr~s,fro!P,the

cqntractorpn utiliz~tion,of:inventions.
, In 8'ccordancewith 8llchinstrUctionsas

may.be issued by IheDepartmenl of
Comme~ce;,_agenciessh'anobtain such
information from their contractors.
PendingsuchinstructioIfs, agencies
s:~ould,notitnpose. reporting
re_quirements~

(b) In aecordanc" with 35 U.S.C.
202(c)(5) arld the terms of the elaases al
§ 401.14, agencies.llll.iJ,l1,Qlll.,Iiiselose such
information:to persons"outside the
Governnu~ntAgen~iesshouldnote:that

because of !heamendmenlto 35U.S.C.
202(C)(5), the ,claUSeSat §.401.14do not
req~ireth~'G()nt~actorto,Dlark.the data
as,:pr.opliet~ry.:ThiftJs,a,c.ha~~"fI:oJl1,the
clanseyrescribedlwOMB Circular p.",
124whic.h:requires' the contractor to
IJ1arl(diita ifjt~i.s~elltltlJage'I1cy :to",
p~otec:tit.d\gencies:whicll.obblinreports
o,n ',utilizatio,fr ofsubj~ct invenUons.;made
unde:rf'tinciing:agreements -'~\'ith the
marking ,requireme'nt8of·the' earlier
OMBclauseshalltreatlhese reports in
accordance'with theprovisl()ns of
amended 35 tJ.S.C. 202(C)(5) and shall
notrequi~e them::tci be, Il1,arkedln order'
to'afford ~lem'protection;The

provisions of 35U.S.C. 202(c)[5), as . .
amended, sh~lltake p~ecedenceovef the
confli~tinglanguage int~e clause
previously prescribed by OMB Circular'.
.A~124,Despitelhe l"ck of" formal
requirem~.l1~ fo~ cOl.l,tta.cto.rs~.~()mark
reports :on, \ltil~~ation, 'contractors,. Jire
e~~our~ged' t9- inclu(iet;:0nfi,lentiality
markings to:,better insure that their
reports will. not be inadverten~ty
released__outside'the agency.'

§ 401.9 ,Retenllon of rights by conlractor
. employeeinventor.'- '

Agencies wbich allow an enip.loYeel
inven~or of.th~,9(),ntractor.to fetai~
rights'to '8. subject inventioh. lllacle under
a funding a~r~ement\Vith'a small.~ ..
businl;!:ss f~rm-m;. n()nprofit organization
contractor, as autborized by 35 U.S.C.,
202(d), will impose upon the inventor al
leas' those conditions .that would apply
to~a ~,sJ?allbusf~ess firm :c()~tr~H::~or.
under paragrapl)s (dl(l) (i) and (iii);
(1)(4); (h); (i); and (j) of Ihe clause at
§ 401,14(a).· "

§ 401.10·....Government a~lgnment tQ
cO,ntractorof rlg~ts In Invention of
government .employee.

In any case when a Federal employee
is a :cB~,ilJ.\,.~p~or ofanyInventionm~de

, under a:~unding agre,ementwit1l:B s~all.
business. fiJ.'Il1 or nonprofit ol'ganJzation
and the Fede~al agency ~mploying such
co~inveIltQ.r.traI)sfers or reassigns the
right ith.s acquired in.lhe subject
iovention:fro.lll its employee .to the
contra.ctol\8S au~horized by 35,Uji.C;
202[e1. the assignment Will pe llla(1e
subj~ctto :Qie s.ame con4i~ions" bufno
others,a.s:apply to ~hecontractor under
the palenl righls clause of ils funding
agreement so that only,ofiE!set:of
conditioIlB applies ~o.the subject
invention.:.

§ 401.\'1 API'e~I ..
(aj Theagenc:¥ofiicialinitially

authorized to takeany of the following
acti0Ils shallprovide thecontra,ctor with
a written statement. of the basis f()r his
or he.~.acJi<m at the time the action- is'
'ta~en;,includinganyrelevant facts that
were~:relied upon in taking the action.

(1] A refus~l to grant an exlension
onder parag~aph (c)(4) or the standard
clauses. ,,- " ,

(2].Pt.. request fora 'conveyance of titlE!
under paragrapli [d) oOhestandard
clauses., ., ,,' .' .,

(3) A reinsalto grant a waiver onder
paragraph (i)olthe standardclauses.

(4)A refusal to approve an
assignment und~rparagraph(k)(I) of the
standardclauses. , .. ,'

(5) A ~efusalto g,ant an extension of
the exclusive license p~riodwlder
paragraph k. (2) of the clauses
prescribed by either. OMB Circula~ A­
124 or QMB Bulletin 81.,,22.

[b) Each agency shall eS,tablish and
publish procedures ullder wl1ich 8:uyof
the agency actionslistedin.paragraph
(aJ of Ihis s~ction may be appealed 10

, tne he,ad ofJhe.agencyorde~ign.ee.

Review,al this level shall consider both
Ihe factu~l "nd legal basis for the
actions and its consistency with the
policy and objectives of35 U,S.C.200-
208.· , .. ..

(c) Appeals procedures estahlished
under paragraph (b) of this section shall
includ~ administrative due process
procedur~s and standards for fact~.

finding at least comparable !o those sel
forth in §401.6(e)-(g)whenever there is
a dispute as to ~he factual basis for: f!.n
agency request for a conveyance oftitle
under pa~agraphd. olthe standa~d

clauses. including any.dispute as to
whether o~l}ot,aninve,nti()I1is a subject.
inveI1tion.. __

(d) Tothe extent thatany of Ihe
"clionsdescrihed in paragraph [alof
this'seGtioIlare, sqbject,to ~pealundelt'

the Contrac.ts Dispute AcI,'th"
procedure~ under that Act will s"tisfy
Ihe reqoirementsofparagraphs (h) and
(c) ofthis section,

(e)As.used in this section the. term'
"standlird clause:"m~aIls the da~ses of
§ 401.14 of this Pari and the clauses
previously prescribed by either OMB
Circular A-124or OMB Bulletin 81_22.

§ 401..12 UcenS.I~g of background patent
rlgh!s 10 Ihtrd parties. '. .

(aj A funding agreemenl with a small'
busine,s~Jirin··ar:a·domestic:nanprofit

organization Will not contafn.8' provision
allowitl$a, Federal. agency .t() require, the, '
lieen.sing ~othir.~ parties, ofhiventions
owned'bythe'cantractorth~tare'not

su1:;lject:irrlie~ti!Jnsunle8ssuch:,provisian
has been approved by .the ag~ncy head
and Cl :W}"itten justification Q~s been
signed by .the agel)cy head, Any such
provision will clearly sta.le whether the
licensing may he rf3quired ,inconnection
with the practice of a subjectinvention.
a specifically identified work object. or
both, The agency.head may not delegate
the authority to approve such provisions
orto sign the justification required for
~ud.h pI:ovi~ions; ,

(b) A Federal.gency will nol require
the licen~ing·af.thirdpartiescunder ,any
suchpravisian:unless the agency head
determines that the .use.of the invention
by' others .is: necessary'for the practice of
a subject invention or -fOf the ~se of a
work objeci of the funding agreemenl
and that.suchaction.is.necessary to
achieve pr1ictical application of the
subject invention 01' work object Any
such determination will·be,on the record ~­

after an oppprtunity for,an agenc::y'
hearing and the contractouhellhe
given prompt notification of the
determination by .certified or registered
mail.

~ .401.13 Adm.I!);slralion of palenl rights
clauses. ' . . ..

(a) In th~ ,ev~nta, subject'iI:lyentloti.i~
made under funding agreements~fmore
thanonea,gency at the re,questofJhe
contraetor. or on 'their own initiative. the.,
age~cies' shall d'es~gnate one':agency a~
responsible for admiJ1istralion of the,
rights of th;e,C;o.yern1l1l;lut .iI1 the
inv-ention. . ' .

(b) Agenciesshallnol require yearly
Of. other periodic reports \:Iy. contractors
Hstin'g subject inventions in any funding
agree!Ilen~se,ntered into after the '
effeetivedate of Ihis Part. Close oul
reports a~e authorized at § .401,5(e).

[c) Agencies shall promptly grant,
unless there, is 8 significant-reasonnQt' .
to; arequest bya n()nprofitcii'ganization
unde~ paragraph k, (2) o!.the clauses·
presc~ibedhy eithe~ OMB Circular A-
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124 .orOMBBulletin81-22 sillee35
U.8.C,202(e)(7) h~s since been an\eneled
toelimin,~te :the-limitation ~n'th'e._ __,' ','..
duration·o,f'exchISire--license~~·Simil~rly.
unlessthere,ls,asigrt_ifica~tre<ls~n.not'
to, ageiIci~s shl\llpromplIyaPI'f0vllan
assignm~nt:_lJy:_~-n'{)t1proJi~·or1JaI1izqtiort

to anorganizationwhich_~~~a~oIl~()f,
its primary functi0I1s,theman~:igernentof
inventions when a request for approval
has been necessitated,UIlder paragraph
k. (1) of theelauses prescribed by eilher
OMB Circular A-l24 orOMa Bulletin
81~22-be9~us~ tliepateritfuai:lage~l:!nt
organization is engaged in..or holds a
substsIltial i~ter¢st,'ll;t -ot~er-'
()rganizati9I}s, :~ngage:~linth'~" ''-­
manufact~e?rsal.~ 0.fPF()cltlcts- or tllf~
use of p~oc:es:sesJhatritig1jfutiliz_ethe
inveri~i~n:pr}ie.iIl.,c,l)~p~ti.t~~Jl,With:
embodinj~n~:,of the inV~ntiQn.As
amended, 35 U.S;C. 202(e)(7)nolonger .
contains'thislimitation;

(d) Paragiaph[e)(4J-(6) of theelauses'
af § 4OL140pIigates agencies 10 treal
contractor-invention disclosures and
other .relaled·~Oel1n\enls~s .';onfideI!liaL
These reqllirements were inj,art9,of
OMIl q;reular~-,124~nd $hould "Isob.
followed with rcespeello.fl1mling
agr~em.ents pre,datiIlgthis Part.40t.

§ 401.14, _-- :,Star1dard'pat~nfright~,claus'~~.
. (a) :rhe follOwing is the standard
patentrights clause to ·i:Je used,as
specified in §401.3(a)..(.
Patent Riglit~ (~rlt~'li'B:usine~s:Firl'nsand
Nonprofit Orgai;tiiations) (Mar 1984)

(a).QefiI1itio~s;:,.: _.
(l)tInventi(mu means any inventil:m.or

d\scoverywhich-is. l)r qlay ,bepatEmtabli:! or,
otherwiseprl?te:ctableJJllderTitle 35 of the.
UnitedStatesCode.~r any, novel variety of
plant which Is 0ri;nay,be pr()tectedunder the
Plant Variety Protection Act (7 U.S.C. 2.321 et.
seq.).. .•.•...•• •. '.

(2) "Subject ,invention" means any
invention of the contractor conceived orJirst
actually reduced to practicE:!, inti:le
performance of work under this con'traCtr
provided ,that in the ,cas,¥, of a vatiety o~ plant,
the date,of deterrninatici,ntas define,~ in '..
section '41(dJ:bf the' Plant Vari€ity Protection
Act. 7 U.S.C. 2401{d)) ~ust also <?CClJ:f dUring,
the' period ofcont~ct-perf0rmance., .-

(3) '''Practical Application" meat:ls to'
manufacture inthe.-ease of a compo'sition or'
product.:topractke in the case. of a process
or method.orto.operatein thecaseofa
machine or system;'and;ineach'case, 'lmder
such conditioris' as ,to.establish 'that ,the
invention is'beingutilized·and·that-its
benefits are. tothe,extent'permitted by, law or
Government regulations;' available to .the'
public on· reasonable: terms.

(4) "Made" when used in' relation to any
invention. means the, conception or ·first actual
red.uction-toprattice .of such invention.

(5)~'Small,Business 'Pirm'!,meaos-:'a·small "
busine~s conc,ern'ss,denn.ed,atSection;2,of,
Pub. L. ~5--53~ (15 U,S.C. ~32) an~
implementing, regulations of. the-

Administrator:of,the SmaUBusiness~
AdminIstration,'Por:the:purpc>se'~fthi~
clause., the .sizestandardsfor."smalhbusiness
concerns involved 'in,GovernmeIit· ~

pl'ocuremenfandsubcontractlngat,13'CFR
121.$-'8 and 13_CFR121.3-12irespectively.
will be'used. .... .' .:" . ;

.(6) '-'Nonpro~t'Orgahization",mean8'a

university.or other,ins~tution:ofhigher

educaUon'oraoorganization of the-type
described,in settiol)'5Q1(c]f3]of the,In;temal
Revenue Code of 1954 (26 U.S.C:,:501(c)'and
e)Cemptfrom taxation under section501(a) of
the In~ernalRevenue Code (25 USp. 501(a))
Qr any nonprofit 8cfentific'cireducational
organization qualifiedundet a 'state nonprofit
organization stattite~,. '.' .: ,.'

(bl Alloc.ation of-Principal Rights;:
'I:he CQntractorcmay:re.tain'theent~e:right.­

title, and interest throughout the'worJdto ­
each subject inventionsubjecttothe,;"'":
provisions of this clause and 35 U.S~C.?03:,

VVithrespect. to any subject inventitm:in '
which:the.cqntroctof retains;title;,the:Pederal
Government shalt have a· nonexclusive; ',,'" '. ;
nontransferable,irrevocable,:paid,;up'lic:ense
to practice or have practiced for .or on-behalf
of the United States the subjectinventi6n
throughout thew-orId;' .

(c) Invehtiondisclosure"Elettion of Title,'
and Filing ofPatentApplicationby~·
Controctor; '., ,;' ," _'c"

(1) The cc;mtrdct,br,\\ri.Udisclos,eeach,,'"
subject invention to the Federal agency

~ within two months after the inventor
discloses Ufnwritmg tocontractorpersoilriel
responsible for patent matters; The disclosure
to the agency shallbe:in the fonn of 8 Written
report and shall identify the conti"act under:
whichthe.'-lnventionwasmadeand~thE!'

inventot(s).It shall be sufficiently'complete
in technics:I detailtocohveya clear
understanding,to the extentknow-n:atthe
time:or the disclosure,:ofthe ,nature; purpose,
operation; and the physical chemical;
biological 'or 'electrical characteristics 'ofthe
invention.The disclosure shaH also· identify
any publication."on sale or public use of the
invention and-whether a manuscript
d~scribingthe invention has' been- submitted
for publicatipn'and,' if so, whether it has'been
accepted for publication at the time of
disclosure. In addition, after,disclosure'to the
agency. the contractorwill promptly notify
thH,agencyof the acceptance of any
manuscript describing the invention for
publication or of ahy on.saleor,public use
planned by the contractor.

(2) 'The contractor will elect iIi ,writing
whether or not to retain:title to' any such"
invention by notifying the Federal agency
within two years of disclosure to the Federal
agency. However. in any case where
publication, on, sale, or public u~e has
initiated the one year statutory period
wherein valid patent 'protection canstilLbe
obtained in the United States; the period for
election oftitle may be shortened ,by the
agency,toa da~e thatis nomgre tl1an:60 days
prior to the, end.of the statutory'period~

(3) The contraclorwill fileits"initital patenf
application on a'sUbject'invenUon towhichi1:
elects to retain' title within'one year:after
election oftitle or,:'if,earlieripriorto,the end '
orany statutory:period wherein'valid:patent
protection;oaIl'b.e. o~tained',inthe, United;

Stales aft~r,8publiea~iop.;,onisale;: or,public
use. The contractor will file . e ' , '
a Ii aunt . ithii:
ei~Tte , . the, .~ . ()'n'dininitial ,.~r-~
pa e~t'applicatitm,orsixmonth8'fro th­
daepetnussion.isgrante, y,the,,, ',.,'
Commissioner·of Patents and Tradema.rks 1'0
fileforeigil patent 'sppIltations' 'wher'e'll~'ch
filing has been, prohibitedby a ,Secrecy
Order."", ',' ",,<,.,,~ ,," '::,'

(4).R.equests for" exterisil)Ii~:Jfthltime."for';
di8cl:qs~l1g .aI~~, .e~e(:t~~g ,title:~p.~~r."
8ubparagraphs{~) alld (2) may,at,the
d~screti()nof:~lieagency-,b~gra~t~d.""
~ (d)'C;;.on~i~qnsWhe.Il ,the~!l~e.r,~m,en(¥ay;
ubtainTitle:, .": .. ,.,.:.".,'".:.

(1) 'The contractor. ,will' c;onY,eYJo"the:,
Fed~ra1-.agenc y•.upon''Vl'itten reque,st,:~ tle1 to
any subj~ctirrventil)Il~'"::.'.':,':": '.:":: :,'
.,WJf th.e cont!'OptgrJails ,tl) ,dis~19se·or.~le,ct.·

title to the subject invention wi~hin,th,etimes"

spe.cjfiedin (c). above; or electsD()tto retain;
title;.,.",,> ,'c,.;

Hi}Jn·,tho,se countriesJn\vhic:h,the':
con'tractorfaillJcto:filep-atent:appHca'tiona
within ~he :times::~pecified'in'(clab()ve'i'
provided;:however-.;that.·ifthe'Contractor h~s
filed.B,patentapplicatio,nin'~'?ountry after'.',
the times specified in (c)aboye,btit p~ior.,t9' '
its receiptof:the'w~tterireques,t'of-the" ,,'
Federalagency.·the'co.ntracior,s,hall'conti~~,e·
to retai['1 ,title: in that'coU1ltry~:.::".'::', .. " ,,""

(iii) In any~coUntrrin·whicht.~e~nt~ctor,
decides not t:oconti.n,u~Jhe· pro~ecuti()11 of
any applicationfor,to,paY'the'~ail1tenance,
fees on. or,d~f~nd inr~~xa~inl)li.onor
oppo~ition,procee,dingon;::apatent,()tt 'a'
subje9tinvertti~n.' >,':. '-"'-" --.:

(e),~i~hntiin'Rights t,o-ConlrabtOl" ~ncr-~,'
Profectiono£the'ContractorRight to,File•.

(1) The co~tractorwill~e~ain~ .. '
nonexclusiv~·t~~y~ltY~f~e,e,.lic~J;lse:lhrQU~ll,ou~
,the world' ine-ac.h.,su~je9tinv~nti(m:t()wlJJ.Ql-t
the. Goyernm_el'ltoh~ail'ls: tiJIe,. ,e-~ce'p:t 1f tl-te"
contraCtor fails 'to discilose .~~' hi"entio.il
within the times specifi~d·il1(c);.(lb,oy~.'the'
contractor's license extends to its domestic'
subsidiary'and af(iliates.if: any.. withitith~
corpor(lt~st~~ch,lre_:p~:,~~iclt ,tl::te t;oIl,trppt{)r.Is,
a party'aIld iricludEls ',tlierightto,gr~nt, .
sublicenses,ofthecsame sc.CJpe -.t()·t~e. e-!,:tent
the crn~actor.. ~a~,legW1yo.bl,iga'~e:~:'~o/.qCl',S~~
at the. time. the POll.tractor",,~s.awar~e4..,:rhe.,
license is transferablecmly \Vi,ththe apprIJ,val
of the Federalagencyexcept wlil:!n"c'.:'.,:,,o .
transferred to the. sucpessor ofthat party of
the contractor's·business to.which the
inventi0J1 pertains.. ,,;- ..•.......:.,:"/':.",

(2) the contractor's-domestic!icEmse, may,
be teyoked or mo:difierl, by thefunding .
Federal agen.'cyJothe extent'ne.C;:,~ss.ary:to:,

_achieve ex;pediti.o~spracticalapP1i9!ltion.of

subjectinve~tion pursuant to·a,napp!ication,
for anexclusive:licensesuhmitfed in
accordance with applicable proyisions':at37
eFR Part404..This!ieensewill nofbe,:' '':.::''', >

revoked inthat-field"ofuseorJ~e.. ~:" "".;.,."",;::;~,,),

geographical are:as in which ,the contractQ/':':
has'achieved'pr'actica1applica..Wm'~nd

continues tomake.t~eb,el'lefits.ofthe,:.~
invenUcm reasonably 'accessible to !he public!
The license in anyfcireign1:ountryma.ybe
revoked ·or modified,at the discretionof,the';
funding Federol'age~cy to·the',~x't~nt"the,:'"'
contractqr, i~s licensees,. or ,th:e"domestic'·
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5u\J~idi~r.i~~_,Q}·,~ffUiat?s;h~_ve:fai,le:d;to:.. (1) The contr(}ctoragrees toe"ecutq.or,:lo .
ach.le~~:pr..~~t~c:~J,alJ:Phfat~on,lIl thatfo1'8lgn . have executed and p~()rnptlydelive:_J;', t~the
coun~ry~:\:,,:·.·.,·.'~·:.~:.::/ <~;':i;"".~::;~: .. _'" _~ :._~ ...;.. >•••:,,, __._.,, Federal agency all-instruments necessary to

(31'Bef9r~,:rer?C_atlOnor Il1odification- of ~l::ie- {i} establish orconfinn the'rig~tfjthe .
license.jh~· fi.ijWing,:_Pede'hira.iieiicy~wilr" ,.... Government has -throughout the world in
~urnis? ~he,q.Q~?i'a¢.~~l' ~·_w~t!eii·no:qde·,9fits'-', those 'subject inventions .to which the
mten~,()nto,reY_9~e ormodlfy the. hcense, and contractor elects to:retaintitle, and (in
the, c:ontl.'QI::ll]r~lll be allowed thirty. days (or convey.titleto the Federalagencywhen

. such other.tir:n~ 8s:Ill9ybe authori~e,~.by, the., requested under paragraph,(d) above and to
fundipg FederalagellCy for gpodcause sho.wn enable the Governmenrto obtain patent
by.the,cQll,tl'Octi?r Jafter th~noticetoshqw , prote'etion throughout the WQdd.i~t~llit
cause ~~y ,the ,h:?~ns~:sho,~ld J.l()t~~, ~,ev()ked subject invention.
or,modl~le4· ,T~~ c;P.qtl'Op.torhs,s Jhe pght to (2)The.'contractor: agreestbre'quire;' by

- appe<ll•.. u?-.~?~or~a,nc~rflth·,apphq!lpl~,. ',' ,',' wriUen,agJ,'eement.,its employe.e~, .. other than,
r~~1,!la;h()l)~ m::~r CF~~a;14~., c~~c_ern~?:$ the, cleric~landllPntechnirialemployee~,to
,hce,!slD~ ?f C?()ye~mn~Il~~ownf:!dll:tv~f:ltll)ns. :J§rJ disclose proniptlyin writingJo.personnel'
a~y, ~~9IS~~W:l;Pt:l~~~IJ;lg,~h~.revQ!J.a~I.ot;t;0.r identified as respon.flible for the
mQ(;ltflcah~n ,o~ilie l~cense. '. ,'" " ," ",administration of-patent ,matters and in a

.(4):The.agency apre,~st1l~t IJ.lac.cordance format suggested,bythEfcontractor each
With 35 U.S.So. 20.S It.will-not dlsc1ose·or .. subject invention made under 'Contract-in,
r,elease to thud partIes purl:ma~t to requests: order th,atthe contractor can comply with the
undert~e. Free.dom.ofInformahonAct,or.. disclosure provisions of pa,ragraph (cka,pov~,
oth~l'WIse c~ple8 orany d~cumentw~ch!he and to execute allpapersnecessarytQ file

_agencyobtam~d 'u~der thiS clau~e .WhlChlS patent applic~tionflonsubjectinventions a~d
part ofan ~pphcatIon~orpat~l1tWIth the .u.\S~ to establish the Governmenl's 'rights in the
Patent Bnd',Tr~demarkOffice Or any fO~lgn subject inventi'ons. This disclosure format
pat?nt Q~nC~ fIled by the,conti'actor(orIts· should require, 8S a mmimum.ttte
assI.guees, heep.sees.'.or employees} on a " . information required by (c){l). above. The .
subject ip:yent~on.~owhichthecontractor,has. contract r shall iostru tsuch empl' yees
electedJo.retaIIIJltle.,." ., .. hOe c . . .', 0,

fS) The'pgl'?!,cya,grees that'in,Becord.once trn;oug employ.ee. greements ,or~ther
with3~.lJ,.S.C.20~it,willilot.discloseor. smtable educatIOnal'pr0?1"a~s;on,t~e
release. to third parties pUrsuantJo :requests impo~an,c~ of reporhn~ mve~t~ons m
under the__ Freedom oflnfonnation Act or sUffi~IeD;t.tlme !o.perlJUt,the flh~, ,of patent
othel"\Yis~any:,:info~/lti()p.',~t1bmitted.un4er apphcahons prIOr. to U.S,or foreign statut.ory
para~~Plt(c}r(lboye .. ,discloBillg.llstibj~ct bars.... '. .;' "
inyentio9}or,a. rea.sonable'tlnxeJn order for (3) The contractorwIlI n~tIf:V the F~deral
theclmt.raciof:to~fil't ~ :pa~em~ppl!cat,ion o~ agencY~fany decisiolls not .to C,olltinue .the
a~y 8ubj~9ti.p.vention'in .\"JhIch it'~lls:_elepte.d pro~ecutlOn Of.6 pa,tent appl~~ah~onIPsy
or rel,ab:isthe,righqo .l:l.lect·retent~pn of ti~le;, mamte~anc.e fees, or de~~nd.m.~. .... .;
For,purposes ofthis.paragrfiph~, a reason;ible reexam~nahon:or 0PPosihon proceedm~,on a
time ·shall be the thIiedming which an initial pll~ent,Jn 8nycount~. ~10tle8s"than thirty.
patentappliqntion'mayb~,filedunde~' da~s bef()re. the eXPiratIon of therespons~
paragl'aph(clQnhi~' claUSE!:' provided period reqUIred by the relevant ,patent offlce.
however.:,tha~ the agency~ay,m.ake·. (4) Th~ ~on~actoragrees. tojl1clude~ within
dil?closurEl at its discretion if Hfinds tlIat the the speCIficatIon ofany Umted States patent
8am~·infonnatio.nhasbEJ:~,rtP~,eviou~ly,.. appli~ationsa~d.a~y patent issuing ths,;eop.
publishedbYJhe'inventor, contractor, or coverIng a subject mvenUon.the folloWll)g
othetWi!le~" ,'. , . ' ... ', ' .. '. statement, "''rh.is lnvention Was made with

(6)I'!9titing' in' subparagraphsf41and '(5) of Governmelltsupport u~der qdentify the
this paragraphshaQ precludet,he agency''', contract) awarded by (~dentify the Federal'
pU)JIIs~ifl$:~~~,a,J;"t'!lf.itsrElgUlarteclmical, agency), ,The Government has.cert.ainrights
info~~tion:di:!JseIl1ination:progl'aIlls .... ... in theinvention."
materiaIadescribing asu9j~ct In\7ention to. (g). Subcontracts.
the extentsuchmat~r.iaI8 were provided as (l) Thecontractor:will include this clause,
part of Btechnicalrepo'rt or,other.. .. suitably modified to identify the ,parties. inaH
sUl:nnJssions'of t.he;: contr~ctor which were subcontracts. regardless of tier, for
submitte~'Independ~ntlyofthe requirements' experimental. developmental or 'resenrd"

. of this clause; However;-lf the contractor ,..- work to be performed.by,a ·smalLbusiriess
I1otifies·the.agency ~h.at aparticitlar report<;lr firm or domestic nonprofit orsani~~tion';;The
subnii~sion'contabis a: ~iscl()9ure of as~bjectsubcontracto~'~ill retain all. ri.ghtsprov~ded
inventi?n·t(),whi.ch it'has'elected. or,may elect for the:co,ntractor in this clause. and the

"title; the' agency will u8~'reasonable', efforts to contractor willnot. as;part'of.;the:
restrict' its publicati"oDof'the 'materiaHorat consideration for awarding the.suhcontractl

least' sIx months ',from:the',date-,:ofits receipt of ' obtain·rights in·the'subcontl·aptol'~s subject
the r~portor submission:or, if earlier, until, inventions.: .. .;.
the contractor has,filed:an initial patent (2) The contractor,will include' in all other
application.. Moreover; nothing in subcontracts~ regardless. of tier, for
subparagraphs (4) aIl~:,(5) olthis:'paragraph experimental,.deve:Jopintmtal or research,'
shaltpreclude, th.e(1~ency frofi1:releasing the" work thepateIltrights.clause:re9uired by
documents. ~.~scri~ed' in those' ,subparagraphs- (cite seotiond!-agency 1~7!plemelltli:g
to other',cimtractors o,fthe,o.qencyon a ' regulationsor FAR). . ,'" '. '
con{identialbtlsis ifsuchdocuments are. " f3} In.,the, case ,of subcontracts.aiany tier;-,
relevant to ,the'work-heing pefformedby: ,when the prime award with,the'Federal
thos.e.coJ:ltractors;:'. .... , , agency was:a contract (bui:not.s'grant or

(fJ·Ccm?ractorAction to Protect,the .cooperative 'agreementJ;,.the;ag~pcYi. '.>,' '. :,
GovernIllellt'-sIntere~t., ~ubcontraGtor,andth~,contraqt().r,a.gre~d tha~

,

tlieznutual' oblig!itiont,-q~: the: parti'es,'cma ~~'d
by, .this clause cqnstlt~te a contr~ct'.b~tween
the subp9ntraC[Or and the Fedei'al:agel'lcy
with ,respect" t!.l· the mattersc?yered' by. the
claus,e: ~r,ovipedhowe.ver,.tha~n9thingin
thisparagraph.is interided toco.nf¢r:any'
jurisdictionunderthe,Contraet pisputes l\ct
in connection with proceedings under
paragraph (j] of this-clause;

(h) Reporting on Utilization of Subject
Inventions;: .....'. . '.' .

The:contractor agrees to submit on request
periodic reportsno.mol,,'e frequently. than
anrnlsllY'on the utilizationofa sU1:liect
invention·or pn,~ff.ort8atobtaining such
lltilization,that are, being m~deby the
contractor or its.licensees or.ass}gnees. Such
reports shall includ,eh;lformati(}n rega~ding~
the atus,ofdevelo ment..ate fj
comniercfal sa eor use, gross royaJti~

receIved 6@~e contr~ctor,~nasu,chothet
d~fnrmatjon as thep~encym?J"
r~~hecontriJ~t~ralso,' .
ag'rees to provide additional retiorts:as ma:y­
be requested by the. agency in conn~ction

with any ..march~in,proceeding:undettaken .bY
the ag.el,1cy i!J, ~cGor4arice with,paragraph, (j]
of this clause. As requi~edby'3S' U.~.C
202(el(S)•. the agency agrees 'it wip not
disGlose su<:h i!J,f()rmationto:persons"OI.jlside
the Government. .'

{i}Preferimce ~or United Sta.tes'Indu.sfry;
Notwithstandin~ any'ot~er·provisjon, (jf this

clause, the' contractor agrees that neither~if
nor ariyaa5.ig~eewill gr,aIlt t08:nyperson, ~he
exclusive. right to use :or sE.'ll a,nY"subje,!t
inventions in theUnitedStates"unle~~sueh

pers.onagrees that.aI?-",\( pr()ductsembodying
the supiect in1!~n~iollor produced through·the,
use of t~~ sub~ec;tin\7enti0Ils~illbe,
mamifactu~.d8ub!1tantially In _t~fJ ,th!i.ted
States. Howev~r,. in.individual,cases,. the.
requirement for such an agr~ementm:ay be
waived by 'the.Pedera{ageilCY upoil'a'
showing by the.. contractor or its~assigrieethat

reasonable'bu~ unsuccessful'effo;rtshave
been made t() grant.ltcellses ()n similar tettns
to potential licensees that'wouJd be likely to'

"mahufa,cture substantially int}ie, l]nited
States or, that under.. thecircuJ!l!ltances
domestic; Inanuf(lCtur~isnot:coJllm:erci~lly ,
feasible;' . ,

(j) March~in' R.-.ights. ... . .",... "
'I'hecoIltrqc~or agrees thatwith.respe~t to

any .5ubje.. ct,in.. v:entionin .w.hichithss r.egu.ire~
title, the Federalagency has the right in.
accord8,ncev.'i~h,the .procedllres in,37 eFR
401.6 tind any'supplemental regulations of the,
agency to ,require the contractor.'an__ assignee
or ,exclusive, licensee of a subj~ctinventionto .
grant a nonexclusiye,partially_e~cl,usjve. .l)r·
exc1us.ive:Hcense in,any, fi~ldpf use toa
respons{ble. applic~nt: orapplicsnts.upon
term.s that ar~ reasonable,un-derJhe
circumstfinces"and if the contractor. . .. " .
Cl-8signel;:, .or, exclusI\(e.licensee.re~uses such a
request the Ff.}del'Ol agency hc,ur.tlieright to
grant such a'license itselfift~,eFelieral

agency; det~rmines. that:· ...."
{1)-'Suchaction i,snecessary,because the

contmctor-or assignee.hl:is'llot,t,tj.l<en, oris not­
expected to t~ke\yith~n'8'rea:son,able tiine,
effective·stepstd:·aehievepr'actica~' .. '
applicationo,f,the subject in~entionin such
fieldo! use;
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"{2] 'Such action is necessary to'alleviate
health or ~afe:ty needs- whic.1:t a~ not
reasoJ;l,~blY,satisfiedby t~e contractor,
assignee or their Iicen~ees;

(~) ,Such"acHoll is ne'cessary to meet
'requirem'ents' for"ptlbliQuse:specWed by"
-Feder~1 regqfations,'and'such,tequ,irements
are notreasonably.saH$fiedby the,
controclor,assignee-of licensees;:or

(4) SU¢h:actioJ:l is,J1.ecess,a"ry becauset~e

agreement required by paragraph (iJbf this
clausehas:_not-b.eenobtaitiedor\,\,~iVed,or'
because,-a)icens~e,or'the ~xclusiv~ righqo
u'se or sell anY_s~bject:inveIlt~on:in.theUnited
StC!,tes Jain breach of such agreement.

(k) Special ProvisionsforContrapts with
N()nprofit Qrgarlizatipns., If the 'contractor IsB
nonpr~fit orgahiz,ation,: It agrees that:. -, '

(1)-Rights to,asllbject invention inthe
United States may not,be assigned without,
the·approvaJ of theFeqeral agency, except
,where such assi~nment is made, to an
organization which has as'one of:its,primary
functions the management ofinventions;
pr,ovided that such assigneewill be's,ubjedt to
th~saVie I?roYl~~()lls :as the contractor;

(2]-The COn!fqc,tor will shareroyalties­
collected on'a:s\tbject imienti~nwlth the
inventor,includ~ngFederaLeII1~loye~co~

, inventors when, the subj,ect invention Is
assigned in accordance with 35US.G;202(e)
and 37 GF!\ 401.10:. .

(3) The bala:nc~ of any royalties or:,income
earned bythe co.ntractor with respect to'
subject inventions"after payment of expenses
(including,Pllyment~,to inven~ors) ,incidental
to the,administration,'of subject inventio~iIl
be utilized for t~e,support of scientific' ''l
research or,education; and ,,' -

(4) Itwill make efforts that are reasonable
under the' circumstances to attract licensees
Of subject inveri~ions,that I,lreslllaU busine~s
firms and that it will give a preference to a
small business, firm when licensing a s,ubject
invention if- the 'controctordetermines that-,
the sm~llbusrn,ess:f!rm,has'aplanoI'
propos,af for mar,k{)ti~g th~ -inyentio~which, if
executed, is,equ~,Uyas: likely to brin~ the
invention top,rac.tical appl;ica~ion as !lny
plans or proposals from applicants that are
not smallbusin~!?~firms; provided; that the
contractor is also satisfied that the small
business firm has the capability and
resources· to carry out its plan' or proposal.
The deeision\-Vh~'thertogivea preference in
any specific case will be'at the discretion of
the contraciQ~.However, th~. c0I!tracttif'
agrees that the Assistant Secretary of
Commerce forProducthrity. T~ch~ology;and
Innovation or h~s or her. designee may review
the contractors·lieensfngprogram and
d~cisio~s regarding small bJl~i!1,ess.." .
'applicants'. a l1d the contractor will negotiate'
chariges 'to its licensing.policies; procedures:,
or pracUe-es .w!th,the·Assistant Secreb:ltr or
designee when 'the Assistant Secr~tary's
review discloses that the cohtractor could
take reasenable :st~ps to· rnore effec.tively
implement,the requirements of this 'paragraph
(k)(4).

(I) Communications. (Gomplefe' According
!o Instructions at 401.5[b))

(b) When th~Pep;Htmentof Energy
(DOE) deterlJlines:to use alternative
provisions under §401.3.(a)(4), the

. standard ciaUSe' at§ 401.14[a), above,
shaUheused with the following
modifications:,· . ,~<:<, ,':. ',',:

(1) Thelitle of the clause shall be
changed to read as follows:. "

Poteot Rights In NonprQfitDOEFacilily .
'" Operators (Mar '1984), ,.

(2) Add an,,(Aj" afler "(lJ" ill
paragraph (e)(l) and add subparagraphs .•
(B) and (G)to paragraph (cm) as
follows:

(B) If the'h'ivehtiollwasIlladeunirer
:ac:tivitle~ f~ndedby~e £\lava.' Nucle'ar
Propu.'sIono-r Nuclear Weapons'Programs of
DOE•.·th~nthe'proviBlona'o~ this
s~bparagr'ph(c)(l}(Blwill apply in lieu Of
paragraph (?){2l'a,hd (3). In,s~chcases' t~e

contractor :agre'es. to ~ssign the Go~e,rrment.
the entire right, title, ,and interest thereto
throughout the: w.orld in andto the subject
invent~on ~xcep~'to,.'t~eext.entthat r~ghts are
retained, by the: contractor through a greater
rlghtsdetermination or uilderpar;igraph (e),
be.'ow;,The contracto~, or an employee~

inventor" afterconsideration with the
con,tractor,' may sil~mit,8, ~questfor:greater
rightsat,th'e timet~e in\,en~ion is disClosed
and anytimet~ereafter.DOEagree~ to',·
process such a, request in accordance· with
procedures at 37 CPR 401.15. Each
determination"of greater rights will be subject
to p.aragraphs{b) and (gJ, ofthisclause:an<;l
such,additionaI.conditions. if ,any, deenie~ to
be appropriate, by the Departrpent of J]n~igy.'

(C) At the time an invention is disclosed in
accordance with (c){1)(A) above,orwithinBO
days thereaft{):r. the contrl:ictor willsub~it a
written stat:ement as to whether or not 'the
invention was made under a naval nuclear
propillsionor nuclear weapons related
program of'the Department of Energy. If this
s~Cltementisnot fHed within thIs time,
subparagraph [cJ(l)(B) will apply in lieu nf
paragraphs (c) (2) and (3). The, contractor
statement will be deemed conclusive unless,
within 60 days, thereafter, the Contracting .
Officer disagrees in:, wtitingiin which case the
matter'will be handled ;as a dispute under·the
Contract Disputes Act. Pending resolution of
the matter the invention will b~ subject to
paragraph (O)[l)[B)" Pending resolution of the
diapute the Department will either allow the
con:tractortofilefor a patent or work with
the contraCtbrso that ,any patent 'application
filed by the Department is adequa~ely drawn
to address potential commercialappHcations
of, the invention; .

(3) Paragraph (e) ofihe clause wlll be·
modified by adding the follnwing:

(7]'In addltio_n to the license rights
provided by subparagraph (1), above, in
subject inventions to -which the Government
obtains title, the'contractor will retain in'such
inventions .an exclus~ve,.royalty-free license,
with right to sublicensei throughout the
world, except if the contractor fail.sto
disclose the invention withi~thetilnes
specified in(cl above, for the practice 'of the
subject invention in all fields of-use othe,r
than nav~l n'uClear propulsion or nuclear
weapons. Contractor's -rights under this
subparagraph are subject to paragrapqs {hJ:­
(k)ofthisclause, but they. are not'subjec:t to

subp~ragraph :t2J:'o~ thispa~ag~~ph~ ':rh~, '-'-":\
-Department,wUlworkwith<thec()l1tratt~r" if,
th~ contractor reque~t~,so'th~t':any,;patent' )
!iPp~icaticjn riiedby, the Bepartmentis·
adequlltely'drawn:toaddress potential
commercia,lapplicllfions of-thej~vEmt!o,"m'
fields :"!f use-;(j,( 'interesJ to ,the co~tra'ctor~ :,,',:

4:Paragraph(k)(~)·oftheCl~;;se·will
be modified..aapr~sctibed at § ·401.5(1).

, .~ -- ," ", -- '

§4Q).1S ..Il~,erreddelerri1l~atlQn.,i <..••.•
(a) Th!s .e~tion applies tqreqUests for

. SI':eate.r·right's :tIl::subjeG.t invepUons: IIlB,de
by contractors w~en'deferr~.9,~,,;,,;,~:'__":.:'
determinationprovisi()ns'w~re,inclu~~d

in the fun,dirig,a,greementbecau.s,e:one..of'
the. exceptions ~1§401.3(a) ",as applied.
A contr!lctor requesting greater ,dghts
sDouldillclude.\Vith itsre9uest. . ,',.
informaHon': Oil its:plCinS'Blld, int~ntio~s,
to bririg.the ·~hv.enfi,on JO.pra.c·tic~I,
application.Within gO days after
re,ceiving,a request,sndsupporting, .',
infonnation,or sooner if s, ~tatut?rybar
tC:l,patenting is iniminen,kth~,.,ag~ncy

should Beek tc) mak~ a dete,'nnination" hi'
any.event ifa bar 10 P&tenting is
hnll\inent, unless Iheagencyplans toflle
on its owi, ,ftshail authorizeJhe: ,.

..conlractqr to fileepalenl ap,pli.catiOlI
,pending a determinalionbyjheagency,
Such afili'18 shell normally be at the .
ccintract~~'8 o\Vit~8k an~.-e~Jlel:I~e;
However,if th~egencysllbs~qU:e~tly
refuse~tp aIlow t~e :cOri~ra:c~()r:J(l:l'ef~in
iitleandelec!s io proceed with the .
palent appliqalion und~r·Govermll~nl

own~rship,ii shall reimburse the
contractor for the coslofprepariilg and
filing Ihe paten! application.. ..•

(b) If thf3!circumstanc:~,s orconc:ernfi.
which origirially l~d the agency 10
invoke im el'cep!ion under § 401-3(a) are
nOI applicable 10 the aclual8ubject
invention or'are no lo.ngerevalid b~c8use>

of subsequenlevents, Ihe sgencY8h~uld

allow the cqnlracior loretain title to tile .
invention on,thesame'cotiditions8s
wnuld hsve applie<i i( the Slandard
clause at§ 401.14(a) had been used·
originslly.

(cjlfparagraph (b) isnot~l'plic!!ble

then Iheage~cyshallrnake its. ..
determination based on an assessrilent
whether its' own plans regart!ing the
invention will betterpromote the
policies and objectives of3S lJ.S.C.200
than will contractor ownership oLthe
inv~ntion.Moreov~r. if t~e ,agency' is
concerned only ab,out specifi~'us~s;-pr,,:,
applications, of th~ inv~Iltioni,jts,ha}I"
coriBider I~aving'title,in ~he,co,l:ItraCior'
;with a,d4iti()I1al qonditions,Imposf39 .
'upon the .coiltr~ctor's useofth~

invention:forsuch:-aJ;lpHc:atipns~of·With
expan~ed Government,Hcense rights in
suchapplic~tio'ns~
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(d) Adet~rll1inalion not to ano,# the
contrac!llf :to- retainJitle, toa- s~bi.e{;t '
inventipll ,Of- toI'estrict or',condition its
title 'with. conditions-.cliffedngJrom those
in the clause at §40l.14(a),unless made

o by the head,of theageney, shan be
appealableby the cO\1tracto,rto,an
age~(woJfic~~l at:,aleve~; (ipave the
perspI1,vyhC)ID:ade the: deJermfnaticlIi.
This appeal shan be subject to the
procedures applicable:te"appeals undtfro
§ 'lp1.l1 of this part. '

[FR:Doc.8~7g47 Fil~d'4-e-~: 8:45 'am]
BILLING epOE 3510;'18';-M'

•

,/


