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miIEI! FOR THE PETITIONERS

OPINIONS .BELOW

Thc,Opillionof-t1l9 Un,jtcdS_tat~sCoul'tof'Appeals for
:tll~_: EiJth -_C~reuit ,is rep,orted, a.t,-..5D9._ F.2d.',685, and-is
p,rintcd,in:thc' Appcn~ix:at page-13D.,'TJlC Opini()ll of.-·,thc
lTnited States DistrictUourtfol' th~Sol1t,hcrn~District :of
Texas, I~ou~tO:ll,Division, is l'cportedat 191 USPQ6Dl,
Rnd i~:printed in :thc AppcWlix ,utpage -60, and a SUPP.lCM
mental., Opinion, -_unr(lpol'tcd,' is' ,p.dnted in the Appendix
at page 122.,

JURISDICTION

'.l'h~ ,Jpdgnlent of tho Court of Appeals for the Fifth
Oircuit w_f!.s:;el}tc~·ec1 onJuly 30.,1979. Tho petition for writ
of certi,oru~i:was :fil~d on October 24, 'i979, and was granted
pn ~;l,tnuary;,7, J089,. :The jllr~sdiction of this Qaurt h;: -in
v.okoduncler 28U"S"C, § 1254(1),.

Q1JES'rrVlf. PRESENTED.

Does §271(d)' M·tlle·''Patent 'Lav/s' permit theowner"of
a method .patent- to cfn6rlopolizeand·'r:cserve 'to hiins'elf' the
"saleo{anul1patehted' :riolisHtplc prdilllct'\vhich: is used 'in
,the' practice ,', of' the:' patented' rilethod·1

CONSTITUTIONAL AND STATUTORY
PROVISIONS INVOLVED

.;/'d~,nstih~ ti';n, o,f the" United'·'Stat~s, A rt.icle, I,' Section 8,
Clause8:' '

,':-', The :Congress:';'shall.hnve pO'iver •..
"j",',.. ,:

, ' f, " , .

,To promote, the progress 'of.,~.".. ~seful.arts,,by se~
curing for limited times to , ~,.' inventors the exclusive,
right to their ... discovl'l'ics.

Title'S'5, United,States,Code:

§ ,101. Il~ventiolls :pat,cptable

'Whoever invenh,--ordisco"vcrs any new and 'useful
process, machine, manufacture; 01' coinposition:,of ;mat~;

tel', 01' ally now aiHl useful improvement theroof, may
~~tain n patollt,therefol';,gnbjcot tQ't~le concli~ions and
',requil'emCI~ts ,,01, #li~ title. . ,

§ 112," SpecifIcation
• • •

Thc:~pccificatibu shull (idllclndc \~ithOlic '0+ mote'
claim's particularly pointing" oTit iliid :'distinctly:c:claim
ing the ,subject matter which the..applicant regards ;as
his invention.

• • •

§154. Contents and term of patOlIf

,Every patent sI~~l1contain:ashort'title' of'fhe inv~n
Han 'and ,a grant tp the' patentee, his heirs 01·.a9,si~~,
for the term'of seventeen years, subject to tho' paymeld
of}ssue ;fees .as, provi4ed fot int,~is"ti~le., of}he, ,r:ig-ht
to',e~chideotlllm-; '~r0!11 'tPft~in,g-'~' llsing·,',or, selling .gi~
invention tl~ro~gltout: the' United Stetes;' referring' t.?'
the' specification 'for the particulars' ·thereof.: "A"copy"'

'of the specificationallu 'drawings shall beanriexed·to
,the patent and be apart thereof.

~ ',271. Infringenwtit' of -',patent

(a) Exceptas other-wise ,providedrin this"title/who'-'
, ever wit4out,-at~th.oritymaln.'s,uses :01' sells, ,any"pat~
ente,dinvention, within" the, Unit~d, ~t,ates ~ d~l'illg': qH,~,
terin of the patent therefor, infringes the pater;t.

(b) 'Whoever actively induces hlfringement of a
patel1l shan· be liable asim"irifriIl'g'er:'

,(c), \Vhoever s'cIIs acompope'l~t of apateni~d,:nia-;
chine, ma.nuf'actlu'c'"combillation or composition; or a.
material or '~pp'anttns for u50 'in practicing a'patente~l

process, constituting tl. limterinl part of the invention,
kIlo,Hng,the sitinc to.· be e~pC'eially 'ul:J,de· 01' especially
adaptedfor,l~se in anillfringemelltof such, patent,
a,-ldn,ot:)l staple a,r;ti('.~c,:or,conim04ity ofc.orrnn,e~'ye

suitable for. !,;lIbstantialIl6~lillfringingusc, shall be lia-
ble ,'as acontri~ntor~ '~nf1'ing~1'. . .

(d). .',.No .patcnt ownerothel'Wise;:cntitlcd ,to .relief '
, for:inJl'ingClllC'Il t .. 01' .contributol:V. ,infringement ,of..,:~.

pat.cllt:~lii~1l be donil'd rl\liof or ~leellletl'~?,ilty~{l~,suse
or illcgill.ex1'Olu;1onof the PtltCllt .. ri.ghtbY,l'ca~?~ o(
his having·'done one' or' morc"of"t1,ici.following:: '(1)

, derived: revenue·from 'acts,-\vliich 'ifpcrfo:fIhed:'·ny'aii~'

other without his 'consent wou-Id constitute"contr'ibutory'
infringement of tho patent; (2) licensod or authorized
another to perform acts which i~ performed without

"hiSoon~~lit:wbuldcollstitllte ,~on~l'ibu~oriinfringe':tle,htof the pat.enti .. (3) sought to-cnforc-e'his.patent .. d,ghts
against. inhillgement or contrihutory, infringement. ~



1,P~titiOllCrs ',Dn.\~'f;Oli" .c.h}',lll.i?l~l', Compa ny: aH({"Ct'y~t;ll".qh~nlical
"'Compau~ :"y(;Tt~:<d";o 'slietl by ~hlll,S;lil,to fllr"iid\il.ll,\"l.',l'li;:'llt (~i' till'

propauilpil.h,~,nl:"l'hel'~i.r~h ('in'Hit-Court' .oJ:' AllJH'~llH, ill
lI1oll!1aMOComplwy v.j)/lt/',wlII elil'll/intl.Compa!lY, et:({l~, ,IAil
F.2d 1035 (lU7l), cert, dndull, ·1O:i 'lT$, !J:a (1~)7~), revcrHcd
the District Court':-; holding of validil·;r of the patent,

i:T~ii;; is a suit for patent infringement brought by

Respondent Rolan and Haas against Petitioners on Jtme
11, 197~1, Jpe Cout~ haying' jUl'is,did~p~l :uncle_~ 28, p.RC.
§ 1338{a)'-. -On Cro>is-J.[otiollS for Summar)- ;Judgment (A.
~O, 43);-"based:sole:y all facts'admitted or' stip:ulated :by
the parties (A., 1-39) the District Court granted Petitioll
ers' Moti?ri and dis~issetl theens:e (A. 133),,'holding that
Rohni' arid Hhas hid mislu;edjts 'putent. Thc:Unitea'JStates
Court of Appeals for the' FifthCfl'cui;tn~;Te_rsed'aIld _~;e~_,
manded for n trial on the merit,::.' (A. 183), holding th~t
the activities of Rollm and 'Haa:..," ',vere' ·pe.rmitted' "by:" the
proyisions,of a5 U.B.C~.~ 2'iJ'Cdh ·a1l(Ldid not-amount to
patent 'misuse;

:The' patent; in s:uit,' Unite'd:' Stites' 'Paten t: N o.:318'~G;092
(Exhibits Volume p. 1), which was is'sucd on the day\his
suit was filed, describes and claims' a mctlrod<of ~clcctiyely

oontrolling weeds in crops ,such as rice by applying to the
we~ds; mId crops,tll,e ehcmi,cal compouml 3A-dicl110Fopropi~

onanili,de,' (h.ereinat:tcr f'pl'opnllj!"), Pl'opnllil it~elf :is not
patented, Apate'nt,'oIr:"Pl'OP~lllil,':::\6;,' a,~~8:1~~80, 'o:\\:u0l1 by
Monsanto Company, '\'ns hdd illnllid a~ a i'ci~iilt oflitigu.~

tion hchveen l\Ions<:nto awl Rohlll awl Han:;, iI/fer ((lin 011

the ground that propanil \\'n~ (ll'~('.rib"ll in 01' taug'ht hythe
prior 'art. Monsanto Cpmpat~yv.Jiqh?n and IIaas Company,
312 F.Supp.778 (E.D. Pa. 1970), affirmed, 466 ]'.2,1692 (3
Ci'r~}97~)"ccrt.dcnied,407 U.S., 9~± (1972).1,.l\Ionslmto
sul:i~cequ~ntly dedicated the patc~t' ,to, th'e public. "

:;',.,', :',',' -" .. ",'C',"" " '," ',,' ,;'," ," " "

.R,Ollli(:~nd, ~I~'as., does,' ,liot, __ itWW':::'p,raqt\~b ,.':th~". 'fr~toll ted
p~~~?s.s~, bll.t.. ~ial~:~:s :Pr'oPAl1~i:i ';~lld ;,s'qllS .- it,'1~,~pn tf~'i~ eTS,'pear
i~g,Jpstructi~)li!,:::for J~rme;9 Janel oth'e~s~ to :--perl,o~m' the
pro'cess. :Byopel'ation·of law, p'.1rehasers·of,propa-iiil thus
receive implied li~enses to:use the::patented metliod. 'Rohm

and Haas has refused to ?ra~lt, anrot~~~r: 1~~,ense7 ;nuder
its patent, so that the o~11y ",vay it' h~shce-ri 'possibJ'e:: for
users: tOi ~btain a,' ECClise to.- perform; the :p~tentcd: ·process
has,'becIl.:to buy,propaniI from Rohul"'and Ha~s .C1\..:'38).
The lIcense is thus tied to' the purchase"ofthe' .unpatented
mate'rial',""" ":'.",; ',J'.-:,"'--:"','" '.',",', ',,' '," ',:',:,; '::,,',,; '!'; ,

Pailtion~~~' :i1avc,:~o,ld,'tm'op;lnii for: aPlllica tiOll", t~ ,rice
orolls ,si~lce befoJ.;,~' #'ol},~l',andH<~a~, rec,eiv,9clJ' its "patent
(A. 3,7):,'yhell its me1:l;?,d,'pat.011t'~~·.hs}ssue?, Hohlp,und
Ha:as,~b{'otlghtthis sutt,. ch~rging Pl>tition.~rs:~it,ll in,4~cing
infriIlge~i9nt inyiolatioll of ,a3eS.'U. ,§ :271 0»), 'aml. ;~ith
contributory'inf6ngernentoill violntioll ofim .U.S'~C;;'~ 271 (c)
(A., 3).Petitiollers ~sked.RolHll';nncl':'.Haas f?1',:: l'oyalty
be~ring' licenses' lih~~l;" the"pnt~ll,t, Im't:', Bol\l!l,'nl~(l:~{a<l$
refused, stating that license~;.wQilld'h,e.gl;ant~d~?l,ili)vitll
purchases of }ll'opuuil frOl'n hohin a{ltl Haas (A.' 38).

Rec'()~llizi~lg",'thi~, l\ttmllpf :to .WOllopolize", p,rop,:lilit', a:s a
ll~i~u~e, .. ofthf:·. \Vilho,n ~'l)~t('llt wI.~ich,I'elldcl'eil' i,t 'ulf,eIlforce~
a~le ,a,gail1s(b;ot~,\ls,cl~s'?JJhe Bro~,e~t mld~:~ppli:~,i'~,'~t the
ch~mic~l, ,:F?C:tltiOl~~I~S.,;r,hav~." {:ontilll1ctl to sell ,'propmtil in
containprs ... '~'lIich, ,:b~,l!: :Fp;commcndations l1nd illstructions
for .app~ication to'1'ice fcrops. ·1"01' .the.: purpose', of; ·this
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a patcnt :on ...~ ,moth?d, iU"Vihich
d6hs not. llf\.~·e a: pateut O'il ;i)rop~i~iJ.

" ",;;L)

Rohm and H.tas
propmiil i~ lisec1 ;it

2'1'1e term "nonstapll)" i~ a ft'l'mof art whi('h hag heen used,
'md is nSl'tlllt'r,:il',. tll.iUt~i(;~ltt1:n(~.,)Jnpo.n:ellt.:a:-; (~;rlpt'd ~1!I~t'etion
:!71(c), the lllllw('l1~(~u sak'of whit-It \\'oultl eom;titutc contribu
tory infringement.

SUlIIMARY OF THE ARGUMENT

Since the first pat6~i:{ Iaw was cnacted in 1790, the
exclu.sio1U1.:ry'l'ight of "3. :pil:tent·has: extelldcd',ollly::to\vhat
was' :inventeu:··Ill. illol-w il'" Pieflire' Patent'sC6: ··v. 'l;·'~~l'Vej,:~dl

Pil1)i,' Mfg. Cd., ,243,:ufs. 502,:Gl,·L;Ed; 871,';:37,:8;Ot/416
(1917), this C<lUrlheld that the'phtent st'ilutes lheIilh

,effect' 'gave the invcntor' exclHsivcrights< only>with respe'Ct
to~.the invention defined 'in·tlleclail11s 'of-his i.,-utent" bC'cause
any greater reward Vto:uld have "cxceeded,·thi ib'erlefH 'of
his invention to the public. ffhis same limita~tioiL'-ist 11i'

corporated in Sections 101, 112 and 154 of the present
patent laws.

:The"co~l't-mad'e"law.of.. conti'ibutory- i~frhjg(~~'11'd1t ;~a:~ "a
fOlIDOf reliefwhieh gave' patent owncrh .'a"U1'~l'? c2ll;-ei~,~~11t
means,' in some cases) to pre\'cut' dil'eCf infj'illgell1'~-nt,' by
btingiiig suit-agaiuxt '. tllose Wll~BOltll1laterial~' and~le'I:nen.t,a
intended to be u;,ed in an 'infringemcnt:··But this' 'doctrine
did not permit ,~patent~\\'lWI',tons~~hispatent to force
customers to buyth6'se'unl)ate;lted~ntltedals and elements
from the patcnt,o.wncr, for tlU,lt::wI.lS,;<l' misuse: ofthe patent.
Merco.id. Corp. ,v. Micl-ConthreJtl;l~t./I~-stlJle1.ttCp.,: 320",U.S.
661, 88 L.Ed. ;;16, 64S.Ct. 268 (1944), hel'einnfter '~ilIereoid
1," and lIIercoid Corp.. ,y., Nill'lleav.oli$.EI.Q~~eYJU~ll Beg. CQ~<'

320 U.S. 680, 88 L.J':d. ;196, 64 S.Ot. 278 (1044), hereinafter
11]1crcoid.1I/'

proceeding it ir,; pl'CSUllWc1 that Petitioner!; a-re COI]~};ip1I,t.Q~:~

infringers unucrSection 271(e) .. " , . ':,:;;: '..:':i~Y",,':;l

It -is undisputed that if prollani-l';Wcl'e a stllplc,nl~ip.6al~?'
,h,aving 11 snhst?mtial .1l0Il~il~ringing USC', it wouldlJ.<;',"Jili~,rt,~,¢'::
to requircpatcut licensees t~,;. p'urclla~e tIl?, .Ul~i)-a'te'~lt,~d
material f1'o\n Hol1m and Haas. 'Howevel·, Roh~ll all<a' Ha~s
asserts that it has thc l:ighLto so condition its liccnses
because propanil is anonstaple,2 so that it is only q,oillg
thatwllit?h is, pernlitted, by Secti~I~;27.1,(~):

(1) deriving revenuefl~om:,~~~t,~, ..~hich if perfonnedl
without its consent would' co'rLstitute contributory
infringement,: Ki.,cl'" sel1i~g:propanil),

(2) licensing others (its distributors) to sellpropanil, and

(3) enforcing its patent'rights against those who sell
propanil.

Petitioners point ont, however) that H.ollm and Haas is
not "otherwise ,entitled t.orelief," as.requited 'by Section
271 (d), bcc~llse,..in·· additiou· ·to, the'Hil'ce. aetivities author
izcd by thc statute, it is doing ~on1l'thing else not author~

ized: cOlllpellingc.those who wbh:to~,pl'act\ce the patented
invenHoll .to purchase }lropallil from Rohm nnd Haas,
thereby tying a license lUH.ler the patent to the purchase
of the unpatcn,t~d materia1.

Rollm'and, Haas contends, and the Court of Appeals
agreed) that it WllS the igtcnLpf Congress to allow snch
a tying arrflllg~~'meI!t in,.thcc.a~c .,?r_nol~0.t<wJn materials,
thereby effectively ·ullo\\'illg-·the p'atent b'il: the procc~s to
he used to monopo!i:r.c the ·nmterial used in the process.

TEXT
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If: pi'OPi\11il"is'n:"ilO'll:->iaple R'olliti' riull ilaas cmY' bi;ihg"un
actiollf(jr;:'c01~trilmtbry illfrilll;l'lUl'nt ,agninstthosc _.-"'110

, seH',the chcnlic~l ,for use in an' iilfi'ing-i.;llll'uL of, tll(\ili~icllt,
.'unless the pa.tent is being misused. The patt'lit i:;bcillg"
·misllscdhy :cond.itioning licCil:;i.:'~UlHll'r it :Oll the lilll'chaso
of:prO}ianil :frolu:Holim l.\ll'd Haas:

S~ctions -271,(0) and (it) of the Putent Laws' did ,not
extcn~:- thcpa,tcntgrallt to ,sanctionmonolloli:r.ation- of
llonstap~cl?~ 'pal:agraph._,(c) merely,put, thc~-doctrim>,of-con
tribl1t()ry infringement intostatutoryforltl, and paragqlph
(d):-ll,ler~ly:, sta~c,d .,tllat -certain _,.uc:tiyities arc, not Ulisu~e.
':Pying ~~rrailgements are not'included among those ~pecifIed
activities:

Th~ :9~ur~:,of:AiJ}J.~~ls erro.n,c()u'sly" ~on~lu,ded;'t}l~ t:.:the
:;l~gislative' his~oryof, 'th,e, :,st~'t,ut~, alt~()ugh:llot,"~i'ystal
"cJ~_ar-,,'" sho,,,,~d,-mi, .il~tentioll ,?,f' the: CO;lgres~' to'S? e;dend
tl1~' 'P3:tept ,gi:~llt'., Tllis.:c{)nc:lllsionwaf) ,baRed primarily on
t~~;:"~Ilor;.',':of .explnna~iOllf$,,~I1d "telling. fq~,tllres,'? and

,il. ~9,g~ti:~~Jnl,~~.l~~'<tt~()1IS'" ': ,.:~f ,i'e;~i,al'l{s b):.ollQ, \viF~I'~ssJ}(dore
.~ ,.Jlo~se, S~b?oll1rr;rttee,., an.d_upo~l the", al':gllill('~ts""orpp
:ponen~~. "T.ho}Jo~rt. ,~holll(1,1,1Qf,4a,~'e, eXI )ml~le(llHt tentrig.hts
b!~o~.el'r'*ling' SllpreDle Coul:t~l~ds,i?ns whe~ the,.;rgmpe;lt
'for.sllch ~xpan'sion ~vas,based cn mei:e' infe'rence. It sho.~ld
hav~ "req;nred' a' c1~ar,. ~nd 'C'ertain, signal' from Congress.
DeepsoJlth Packi,n-g Co. v. LaitralJl Cort)., 406 U.S. 5181 531,
92 S.Ot. 17qO, 32 L.Ed.2d 273 (1972). . . .

~heo:illy: clear signals from ,C.ongreRs,.wCl'C in the House
an,d'.SeJ1~ie,CommittC'e.Hcpol'tson the statute, neither of
which ,menti.oncd any: intent to ,expand ,patent Tights,and
bothof·which,,~tated:th<lt:,thcpurpo'se·.of, Section. ~71 was

<~~clarification ,nU.d:"s,tilbilization.II

~rhis Court, in the Aro3 cases, relying in .pm:t' on· the
:legislatiye, ~historY'ofSectio1l2j1; ::;peciHcnlly .l'ejected an
;lltt,cmpt"to.·.,.cxpand, the·.. SCOpe of.:n •. pnt{)ntcc's monopoly
righ,t.s.:,,It. is' :clear ,from.! these ;ease,S thaL,UlC ··Collri would
nqt,have"sauctionedany scheme for ;monopolizing, UIl: un
patqnted,upnstaplc. ]~ycn the. Court .. below recognized that
the,.varions' opinions in these case,s probably. cut against
its,~ew.

Tli6nHsi.lsc'bding''zJcrpc£hited' by Rohm .a:nd Unu~ is :the
condition;hig:-of:a'lleense under 'itShlcthod patent on the
purclias'?' orpropa~il:froin' Rohl1l:'al1d 'Haas. If R-ohm :a~d

Haa-s.,,·oiJ.ld g-nilltroyalty~hearin'g liCrinSeR separately from
tliepl1'l'cl1as'e 'of ;proparti1~ thero' would: be .no misuse~ Such
a requirement is not compulsory licensing. By·its'present
mll:rk9ti~g,scheme,Rohm·,and-Haas has·choscll·to grant
licenses, but. only. by ,use. of a tying ,arrangement.

T~·Hl('al·rkI1,ge'll~on'ts:',liavev-irtrially .no' 'valid" :purpose,
·'}):ci~l~.inrivitab~r use~ to' seeyre a', monopoly by '~ne who
'~,a~:noleg~l_.basis'for: s~ch a monopoly. Rohm ~nd Haas'
tying,arran?c0e~teannotbe }ustified on the basis that it
created tho m'arkct fOl: propUllil. Exe~pi \"here sp:eHfically
provided by Congl'css,thelaw does ll'ot'aholish compdition
~ll1.newly,cre,atqdmarkets ;on-the contl'ary,competition is

:,enc,(mragc¢l.

'Til~ ,~ri~ri:fidatlo~~RA(t'?:e'dic'll~i~n 6r,~[(msanto's:patent.on
,:,:pror«l1.i~. ti·J.cc( up'- compCtitibl{' in 'thc sale o'f 'pr?p:~.nil· 'fo

'~At:'Q :M,Gllll[actllrill{r:CO. v"Coll!'crtiblc }'opRf'placpuMtf qo.,
365 U.S. ~36 (1%1) (Aro,!), lind ..11'0 J/(Ullffrwtndll!f Co. v.
C01!l.'crtible 'L'up Ucplf/{'('llIcllt Co.• ;n7 U.S. 470 (1!JH..J:) (Aro
II).

allow :Roh;il and Hat,l8 to abolish 'thiscompetiHon would
do away with aU the' advantages of a cOlt':petitiye market.

The Court Rhould not ,hesitate t()8trilm,d()\y~thia nn
warrant~d extcmiiol1 of the patent monopoly ,hceau~e of
the unsupported nllega,tiou of an n,dyprso, effect on research
a~.d clevelopment.. ·I t: is. just as likely:"thatthp ·effcct:would
he beneficial,' in that morep'copld' would'he 'inv'b-b:ed in
ntte~lIJtillg.. to .out~perfonn their cOlnpc~itors.

Thep'iiblic interest is at :stakc he-re,>a.nd,,-that interest is
superior to,R-ohmI.Hld Hnus'., Renrsul'of the Court of
Appeuls' decision will assure: the .right. to .. compete 'in' the
sale ofpropanil, ,,'hile ~etai?ingfor R?hnl.andHaas the
ri,ght'to profit "from the invention it has 'pat~nted, if that
patent is valid.

ARGUMENT

1; ,:The Patent Monopoly Extends" Only to the Invehtion
Delinea by the Patent; Claims.

The"effect' of the :cf~cisi6ri~hY tho" eduH' :beio~v-iS' to .hold
that by theaclopiion MSeeti"!ls 271(c)'ind (<1) of the
Patent Laws the Congress intended to extend the' s:cop'e

;0£, thepa,tent monopoly' toallo\\" mmlOIJogza,~io~._of unpat~

ented4 non~st~plc ~lat~rial~, componen;t;::and apparat~~; )lsed
in the practice: of .the,patented~nYenqO:ll~.Such a. ~lol9-ing
is .contrary (ot,be'pat~nt lawns it .11~S' exTstedin,this Cqu~
:try, sin~e the first sta.tnte wa~ €l~acted in 1791) ,(1 Statutes
at Large, 109). Froll1 the heginniIIg, the,.e::fpl¥s~o11-ary,rig~t

:extended only to,. thoinventio1t:,;"llich ,9w,.:inveIl:tqr. made.
'1nd.si~ce, the acloptiori oftli~ P"t,l'nt: Act~f 1836:, (:5"Statu~es
at La~ie,)17) applic~nts fl?i~ ,Patents ha?c been'!,~q~irEld
'to ,define',',~~.eir., ill"en~iolls, i'11,pa,tcl1t ;claiJl?:~' .. Th~s' reCJ.uire,~
Ill~~t \VilS ,inserfe{in t.he law "for .theplli·pose.ofre,~io.ving
'theeol{rtR:, fr?m yWduty of nsc~rbiil1iug.;the exac,<,i~v~n
tion ~f the paterit~e by inference and conjecture." [(~fJ...,to'ile
BJ-iilgc Co. v. PllOcnix Iron. Co., ;) Otto 27'4, 24 L.Ed: "344,
346· (1877).

In MothJnPictu1;e' Patents Co. ".'dn:iv.ers~lFil~n,Mf~. Co.,

243 U.S. 502, 61 L.Ed. 871, 37 Set. 416 ri9~7),)his Qonrt
n,nnlyzed;,the.llutcnt stntllt~~ then in etrpq\~11d're~~ffi'2111cd
t,lu1t th(exclusil1C riglitsa,\\'<'lrdl'd the p'utclltee arc liIpitcrl
'to th~tinvention d?fi~H~dl~}' tllc claims :0: his patenL~43
U.S.' at 51O-514.'The Court ,explained that the reason, ,for
thig, limitation was that the primar,Y llUl'pOse of the patent
la\\,:; was ,to benefit, thepu.blie by. prolll,oLllg tIle progress
of science aHdusefl~l ,~~ts, the. reward to .inventors . ,'of
exclusive rights beiug only of secondary illlporLallce.,2±:~

lJ.S.at 510! 511. To huv~ ..allo\\'edthe..p~.tentee to ~Ollopolize
·~ore.,;th.an ~e' irivcnted\~ould' have provided ,the' patentee
With .a '~eward greater than the~enefit he gave the public.

In :finding that the: statutes' thel11sClve&'plainlylimited
the exchl~~ve patent .grant to ,the ~bl~entioll defi't\ed by the
claims, and did 'not extend to the materials used in the
practice of the invention, the Court noted that the meaning
of:th~ :wor,ds oftI~e statute HW,ould not seem to be doubtful
if we"(lan avoic(l'eadin-g into them' that,wb.ieh,theY:do ~ot
realiy,'contain."234 U.S. at ~10. ' ,

4:The i fc;rlll:·'(unpliti.;ttka n
, ns: us,'ll·· hl'~reiil:'ri\('fimi ";llOt .('o\'(il'('d' hy

tbe. claims, or,the .t.yil~f!' pat('ut." Propanil ,was ouee "patented"
in n separate patent.
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~,he present. st~tutes, enacted in 1952, are. similarly hee
froI~,~ouLt,:andof similar{1ffec:L Thus, 35 U.S.C. Secti.on
101 proYides:" , ,

Whoeve!'-'invents;.or' dis~overs 'a~y ,new all(l,p~ef~l
pr?ccss, mf!.chine, I1UHlUf;;H:tnrc, ot' {~olll1J~si tiOil' ofnmJ,
tel', or anY;llcw'und:u~t'fuliHipr.oY<.'m~ilt,the_reo~~-I11uy
obtain a patent thcl'cfor, ::-ubject; to' the· concliticinsaud

;~:r~quirellJents: .of -this, title.

Section '112: :-feqllii,'eg' tila t HIe pafen t" inciua~ "'()l~e
moredaillls:pm:Hcularly pointing oiltnml'dbitiiictly .clalli1
'ing:thesnbjcct;-mutter-\\:hidl"thc applic.i:mt l'-cgard:4>,as:'his
in.vettJiou.~: ,( ,( emphasis, added);'

And; ;. ,~'cc{ion::' ~5+ ,P.i·o~~ide~· ,,':that __ .sl~ch.· .p'a~~h t:'-. ,vl~'~rl: .ob~
'trit~led, u;hall contain" .. a grant to the pat~~,;Je.e,:.hit3,lie.iT~
or assigns ... oCthe right to exclude otliel"~ from' m~lking,
using or selling tile i1l1;entio:u~'.' ';~~'~ (emphasis added).

'llhus, :.thcpresent statutes, :like,. those·ill> cffec:tat the:,time
of the 111otion .Picturecasc,'.allow>.:a: grant:;:,oiily; ,of,.'~the

·rig~t to. Ul~".~~clusi.ve" usc: of: the, ,!1c.\Y')lt:l.d nscftl1d~sc,.9~·cry

':Vhich has b~cnIll'ade:,:")b,i~,;1nd"Iloq~ing,lllorc/" 2,4,3 Jr.s.
~~... . ..

·,Nor:di? the:':e~~ctnient'()f SectioilS ;2.71 (c)" atd,' (~X a:da
'to.tllis· excni~i\~e,·,righ~.,._P~l:agr~ilc:h'(~)' ?nIY..·l?uts. th~ __ 'con
tribut~~inf~~g:e~e,~t d~d~iiie"in', ,~h~tutOry' for~l" a~.d
'parag,raph (~): 'orty :'~phcifies cer't~illaeth~itt,es: as n'.ot being
inisllse. NofuoTethmitliis can be found 1).1 the plaiu \VOraS
w~thout ,re.~?ing'·Intb·. theIll~.sometllin~':\tliich .:i:s. no~. there.
To, re~d in~.?,Sec'tio,n~ 27i{c,~ a~'d(d) that which tl~~.Conrt
~f'1\:ppeais': :roiuici. is .. t?,effecrivc~! .H~llify .• t11e: li"tl~,t~lt{O,;~s
·?Il.~~e·.gra,ll,t sp~lh~.:d out 'so eXIJ~icitIY',i'~::SesJiops.l0~., 112
-a~'d"i54."Con~e~s' dId: :~?tcxhmd .the lir,lita~~(Als'.pl'o~.~,ed
~y 't~e~:e seetion~: 'of, the, statute.. TheY:l.lre,Jhe" sanl~.-!o.~,~y
as.they,werc)n:1917, at ,the time of tnc .Motion, ficture

, ".... ,; '.' -:', .'-' " .," -. ' ,'.' .; ';;.. .," '.. .: .,, ' r" ; .. ;,; .. " ~, ',',
CR?e.

A patent for an inventiun doe~ not take from 1he' plibli:c
~nyt:h~n:g,it,ha~l.b~for~ the in\·clltioll,;. cxtendin~ tlle,.:,patent
'~?.v:era~eio th~t ;~\'hich .is 'lIo!,: :the iJl've~~t;io}1 ,talws .SOlllcthillg
,fr,OIll",tlle, p~b~'i~ ..*hc 'iJl:'~J'I,lliv;l,~,~~~Cl'~d~ythe,:I~iIi~:~of the
R.():hIh, 'all~ Ii:a'~~:, patcllt 'isalj~oces~,li,ot. <i"C01~lpositio,n'"'~f
:maite~" Rohn~;and !Iua..,iH\·entl'd~,m'u;1 obtnined a:Vltt~nt-011,
the prOeCt38 for selcctiYcly inhibit'ing thc,growtl~ of cel:tain
plhl'lts in···the manller dcsJ.i'ihcd 'iil;the~t~velv~' cbiill~' .of :tiw
patent" 'J~olun: a~lll; Haas 'dill' <liof invcnt'l)rOlui.l1iV'ditl"il'dt
cla.iI~ prOi)UllH, 'rilid,"fortl~c; re:asmls,stated··•. ill'·tIH~. )liJlio-n
Picturee3-se, still valid today,'Juts no',right to 11l0l10polize
propallil:

,Thiscon,l?tructioll,giYP,~\ ;to,th~,hlVento r, 'tite ,.t:::~wlpsiy.,e
use or .iustwh~lt Ilk;: bn'ent:ive ,~reniu~. hr-s di",oqv,cl'cd.
It is all that the' gtuhlte proi;itles s'hah be given' to hiiu
and, it .~s al~ tba,t ,he 'i'lhol~l~ ;r,eceive, for:it,is. thc .. fair as
we~~;.a.~, tlIp statutory, rnea:,;ur,e :ofh~~,Tew;ud for his
contribuiio~ to thepllblic stock of knowledge..

.. ' .... ' •. ',' ,,;. • ",0 '."

243.U.S. at 513.•

2. Sirtce"the 1917 :Deci~foi:l'in' :the Motion 'Picture::Case
ThisCouftIl:atNot Allowed tile Use of the Coutribu
tory Infringement Doctrine' to'Eff~ct "a'Monopoly' "in
Unpatented Materials.

. The doctrine of contributory infril1gell1e~t,wa:'i' {lev:'~ioped
'by'the court::;· as' a 'rclllcdY'fol' patentee's, "dg<lin,st' those' ~vho

;':','j:.':'''' ,,:'.;.: ..

ccmtributed tQ, pI' inlhlccll .dil'ec,t. infringC'l)lCUt: :by selliri"g" a
part",but not t11;0 cntiret~y". of a: pateiltccl invention,: t.O"CllS~

tOlll~rs:~yho dil'eqtly" iI).f,rt'nged, by,as;embling:tl1ep'iltenJed
"W'~ole.: See, e.g., n·"allacev. ,J!91mt~s, 29. Fed. Cas. :74;',;No.
IT,lOO, (PC C()nn. 1871); .Sr:h'J{eider:\'.:Pountney~21:·F,'399
(CC N.J. 188,1); Snydcr.v. B.'lIlltcll,'29.F. ,17 ·(S:D,"N.Y.
1886) j~homsOnMIIousto-n ,Elec. Co. v. J(el8eyEl~~t~icRy.

'Specialty' Co., 72'F.:.l01G (CD Conn;'18~6)'j':ilc~t6Ji~pe:ltin

Bular B-litton~J.i' as.ten er Co.,.y~}~1:,reka:S?:eci~lt11Ci:',7Y':F::2.88
(0:. O~~>189~ )': :Thu~,·. tIle'" p.ni:po:c of'th?' doct~~ille'~was't?,~iid

,in~reventin~ dh'ectinfriIlg:lllt~Il-t'" :n,?tto:'ext~ilcl.t~e :'putcnt
'grant to 'allow monopolization of -lliipatcnted niat~;HalS.

lHo'weve'r, in sorno: ~{~i~~se'~a~~~is, c.g~Jthe 'Bl;;t'~'~.-F~s~;e~,l~r
ca.se,. eo~r,tsnl1o\\'eu,p'ntelltecs t?: u~:~val}ou8 .__?9pf~·:'}~Jual
~rr~ngeul'ents;' rili(~ .' ~'esti·i~,te{i..' Ii~~ii~.'~s" .,t~.. nlqilopoFz~: '~,V~
patc.ntc.d'compbiJe'nh, ..01'" P'~ tClltetl .. eo'mbiiut'tiOll,S,'d~d··.,.e~~n
unpatented 8U ppliesllsecl by ,p'at~lltc~1 .. :~nael,lilles~"'l'9.~t's.olliJ.lg
that i~:.tl-pht~n(~\y,lJel;'hU,dthc.·l·igl~~toc?;l,:ipic,t~ly~\'fthfl~ld
hi~:'in\'ciltiOl~ frolH ,~he" l)l~l~lic,~'lle, .e~111~1,}1;ll)O,Se .iiii~,' ,?glid'i
tion hc'\v,i~,hed:'U'P?il: tho',usc' 'or his hlj'bi~'ilb:il~',,:Xlii~f6~~C:~pt
r~ncll~'~i~8 ze}'llth'j ~i ,1le~L"~'\::'<1. ,B. "'1) icK'(/o:;'; ',22f:',tJ.~.'l,

',~'32' 'S~~t: 39+,',56. L~Ed..:6~~ ':(.1912)" .wheh\~l~c .'C()urt: .,91~~~n~
J '.cia·t,ed' pdnciIJlc8' which el1abl~u'a'pa'tcl~t6c:tot.i~\ibc rilrl1t
;'tCiJuf;e a patented· device to the pUTchase:fTorn' the' patentee
of'the' supplies' used by the" device;'"

Fiye yeaTS Iafer, in the Ji,iotion P.icture: cas,e;,t¥~d?J:J.rt
retreated from the position it took in theDi~k case, and
ietrtrried to the' historical. prihcipl~8'ofthe.'~cope,;,·b~,:"p;ia,tent
pfcitc-ctioll,' holding that· a patentee'couldno't'cOndition'tlle
righf-tousea patented' mO"ie.· maclfine,OIl ,the :.pu~ch~'s~'.of
unpatented· film used by the:Imiehine because:the:~ffe~t:of
such conditioning was to ,create ,a,lllonop'oly'in"the,Iilm.
243 U.S. at 518,•.

Nevertheless, some patcntowner's continued'tofry'Val;iO"us
other' 'schemes to·achieve a;monopoly. on:'u:npatented:ma:te
'rialsalld elem'ents;'and the' Court'found;·1t;neces'sary:'to
repeatedly: 'strike"down sucb::schemes;'-1ri: Oarbice' e,:Or~;IY.
American Patents Development· Coip.,283 'U;S. 27-;51' S.Ct.
334,75 hEd. 819(1931); the Court deniedrelieft:oapat.ent
O\yuer whose exclusive licensee sold solid carbon> diox'ide

"Wit},l !J"n i~pli~dlic~ns~:to .use. t,l1epat~nted.imr,eIltio:n; but
exp~es;si-i:prohibit{ltl the use. of .s~lid;. ~l'lJon'Ciioxi~e ,IJUl'

, ch:a,s~Ci: from ot})e~s,:l,lol9ing,t4~t')Ie::';m~y.~ot'·e:X:.l:"l~t:as: :t1l l?

conditi~n~f a lice.use that" unp~-t~rited',~ateri~l~,US,~ti';ill
clJllnc~ti~:p .wi,th ,theinv~ntion .;:;h~ii':~~"~l1r~h~.~.~,~;-,9Il,J,i' ;ri()lll

thc: .. li~ensor/' 2~3,U.S.: a:t31-. "

111 Deitch Mfp; 'Co. v. Ba,rberCo~, 302U.S~·;458;:8iEEd.

371, 58 S:CL288 (1938),.the (:our!' fO"i.llici;th~()a1"lNCe"dB('

trine. eqnal~ya Pl?liealAe .1O,a ::oitll~ tion w ~er,:~,t:pe,-,o~l~~; 1i~ense

!1yuila1JIe. undcr u. pro~ess;pa,tent ,v~" a:ih'iIllpli,e~ 'l.i~.eR,se
obtained by thQ purcll~se o:f an 1:lIl.patent~'d;staple pi:at.~r:~al

from the pat~ntown~r, stating that "ev:e~T uso.~f ,~pa,t~nt
a,s,.':l,.lll~ans,~fobtCliIling a li.Ipited mOllopoly',o~ ...u,.nptl,~~p,ted
materi~i'; is p'~o~i,bi,ted.".. ap2,U.S.; ~t: 463., '

'By :th'e:iifueMortdn Salt· Co.v~>G:::S. ;SUppig6r~001,314
U.S. 488, 86 L.Ed. 363, 62 S.C!. 402 (1942)was"decidid,

'. ,th,e. q{)~1r.t,halLJlpplie(J t)!e:,:GY?lv,~ng ..clpctr~n?,()r. ,the :~~~q.tion

;) 'fi5~'Ll{~;':- :Qfl'tuic6, ,;nd. ;£61 tf~~ ~ :~as,es,: :9nIX;, tp,~~: ~u.r '!'~"tAt~,-"X?r
conhiblltory infringcment. In Morton Salt, howeY.er,.Jlie
Coutt"".apljlied, ,t,~'c .(locti'ine ,to prohibit',hcoveiT'N~ainst
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II direct infri~1,gcr.814 U.8.at. 492~4!)4.,On the snnmJ.;ay
'~(~rto:n ~_i:llt ,,\\1«8 decided, in iJ." B. C,hcJ1tical Co.v. Ellis,
314 U.S. 49\ SG L.l'~d. 367,' G2 S:Ct. 40G (lD*~);Jl~cCoul't
used the word "mbuse" 1'01' the Jir~~t time iIi dcscr{hin-s: the

,-patent'.owncr's conduct ili,'conditioning"liccnsc's unc!el" his
patent ,on the: purchase -ofrOlll"himof unpatcniccr:nultcl'ia'lR.
Alid:.in B~>'B.::CII-f:.mic({l'the 'Colirt fo:r the first time 0011
sidcrc.u,'" aild:rejected 'without 'l'OItlmenf, "tllt} al'guillcnt that
the misuse ,:doetl'lnc '~hould' he nppli'ccl' only in'the case' of
attempts to -monopolize ,~t((.j)li3 l1latcl'iaJs.501carl~tth'o Oourt
did ,not fe'ol disposed, ,twcilty~five years' a£tol' the'illotion
Picture: decision,',to '-ubandonthe rule so dca'rlr' reasoned
there that the patent monopoly is limit~d to, thEdnvEmtion
covered· by the claim!L

,~" ,Nfl\7.eJ:tJl,~less,' t,he question was rais~d,again, ,and'"diree-tly
:lri,et, t,,,,o'Y,ears l~tcl' in tlt~ Hcccu.id (·U8Cs,slfpra. The patents
',i,~ ,~~~<~fercoid:ca~es ,coYe1'e~l heating systems"oneelement
;~r"v!lic~l,:,iIiea~h PtltCllt, .\Y{lS a, switch which had 'no use
~t~,ept" ill tilo,:, patentsd ~y~to,nl", <lud, "dlich: ,w.usitself "un
patented. The, patont owner" ~[id-Contine'~t,gl'alltcd<ln
exclusive licem;c to 'l\[bincnpoli~~IIol\cy\\"cll to Hlakc,usc
arid:,seU; auc1to fmlllic~'n~c othci':- 'to nl:akc" use "and sell,
the, ~ystem co\·r!:{'(l by,thcpatL'llt. )£illIlcapo!is-HOllcyw'ell
did'n()tsol1·th0'~yst0fH;'lillt sohl Oll,lr tlw :;\\'itdH'.~. LiecJl.",t',6
to ma.ke and'n~e systems.covercd by the patcllt\\'cl:e g~'all\cd
only"'with :the switehe~ purch<l~cd' 1'ronr'1l[illneapoli~~

HoneywelL Royalty paymcnts,\'ci'c linset! 'upon'sales6f
switches:

lIL(~rcoid,waschargeclwith contributory infringement he
'cau~eit:manufacturcd 'fl.nd 's'old'switches' specially ml'aptcd
for. use.i:ll::the .. patented,heatingsystem. 1fe-rcoid had' been
·offercd,.buLrcfused,: a 1io.8n,:,(' :,nJldel'a-tl('a~l:bJl('·()f' the
Prt teIlts~· 320:U.S. ·at683.·The:06ur.t. denied relief" holdirig
that,it:"va~"ll1isusc to: requit"c:.those who' wished to' make
the patented system to buy. the switches from the patentee's
~.xeh}~ive licensee.~he. C?urt noted th,~t t~e,s"yitch.-was

a,no~staple an<i that, but for the misuse, Mercoid could
h~ve 'heen: enjoil~ed as a contributory infringer. Bytying
t~e lice~se:toth~ unpa,tented swit~hes"however, the-paten
tee' 'and its, c~chisive li~ensee.were held. to. be .,ext.8nding
the. patent monopoly to that which .they had not. inyellted.
320 U.S. at.667.

'rhc; :ilfe1~coid,dccisions'eliminated anycloubt ·that the
miRu::;o ,doctrine applied Jo a,ttempt,~ to tie, patent licenses
toth(' Ral(' ofnoIlstaple elmnents ~R wcllaR st~ple elements.
Howeyer,We 'Co~rt also' cOlnmcnted that tIle result ofits
dec,ii;i(n;':~\'as' to,' limit substantiaily the doctrinc of codrib
tlt?rY,inffing,g~l.~nt,:,a~c1to ~ais~,the.q)l~stionas t~whcth,~.r
a;l~;"l;CRid'uuri/ma~r iut\'c been 1eft..:3,2Q,U.~., at 66Q.,~~~~s
COIllJllOnl lcc1l1lan:v lnw~-crs. and ~OlHe (',0\11'/:-;. hofo1"L\ ]9;:;2. to
qncsliOli'whetllci"tl 1(\ In \\"()f-: COll t l'i Jm t'O'lY i111'ri11g'l' II i {,iit .~ (i 11
existc(l.Bee,-Laudis'M'aclli11C'I".'lCO. v. Ghi'lso Todl 1-!-]

F.2dB()O,,80J (6 ',Cir. 194-4- );Oray 'I.,oo/. Co.,.v.1l-u-mMe' Oil
&; Ref.q. Co., lS6F.2d';~G3, 36R-;W:J (;j Cjl'. ]95]). One' 'court
e';rb'tl he~d t}l~t,thE(ver:-T aCt Of' brill'gill~ asnity?r,C'olltrill
u.for:Y;infrin~~wcnt was, .. a,nlisll'Sc. ::S'troc;o , IJrorll/(:!s. Inc,
v~,L11ullenbach, 67 U.S.P.Q. ]fiS (S.D. Calif. WH),

"Utl;br COUl·ts, ]IO\\'C'YCr, ·d~lrillg .. t,j;is ~al1le'llc:riod,'lJad no
difficultyil,l j·ec()gni%ilif.{thc\ CllJ"cil'e'clluility of Illdcnts ';:i.~'iiinRt

con:t'i"ibuto\·~' infl'ili.kers when the patents were noLusedto

< 6S,eethe ~ynopsis of the rt's[l()lHh'llt'S ht'il'f at SCi Id!Jd.':lGB,
and the::OJl.iHiolloftlwlo--\n\r ('Ollrt. in B. lJ. r;'(;nical Co. v.
EUis, 117 li'.2d 829, S:l·l-833 t1 Cir. HI·H) .

m011Ol1oli;::t, ,uupatent(!d lllaterial:-; 01' cleli1ollts, see, e.g.,
FlorC1lce-Jla,l!o XlIII·ai/Co. v.llardy, ]G8 F,.2d 778, 784--7f-.:;j
(4 Oir., 19-18) and Ilc~·l.'ri8 1,'. Nationallllachinc TVorks, Inc.,
1n F.211 RG (ltI.Cir.lD4-8},and the. allplicabilityof tlw mi~~·

usc dqctrinc whell the pat,entowllcr \Va;,; cOllditiollillg' tlli-'
censc,ullllcl' his patent 'on tile pure-hase ofunpatcntccl,elc
ments" see, ,c;fJ. Stm-tdard Register ,Co. ' •. :A1n.erir:an Sales
BookDo.,148,F.2d612 (2' Cir. 1945), and Lincolu Eledric
00. v. Linde Air Products CO.,l71Ji'.2d223:(:G Cil'.1948);

UndouhtecUy,chd'lng thc,'1!H4-19;j~ period there ~as
"considerable doubt tll;er co~~'usion as.to the scope of con
tributory infringellll'llt,"6 but tll~ rule oftllcMat ion PictuTe
CH.':'C', Jinntillg the RCOpC of the patent monopoly to the
illYCntioll. c1plinedhyth(' <claims 'l'uhl'forbiddil1g tlwcon
di tiOlij'lig-oftllC' righl fdu::;c' the ilweilth>Jl, on' the 'purcnase
of nllpi1trlJt~d.Hl(ltc(iab, "in':, cdil~i.'Stently·reeogl'lized and
j'(111()',·,l'd, \'."1teiher: thcllln{cirial"; w('r'o staples' or nobstaples.

3. COHgr8ss-Did'Not Intend Section 271(d) to Legit-imize
,'rying: Arrangements.

Filldil;g ('<leb' of theparti('s' c;onflictillg i'ca~1ing'~ of the
statnt(~to 'beplallf;i-h1<\ (.A. '14~") tile C'oy~t belowtu~ne~

tothc,l~gislati~TeJ;i~ionc. ,'The Court fonl;d this history ."lJol
cryBtal ck<il"'; (..A',,17+). l'\t',,:erth('lel"'s, ]'(']ying ill ];ll'g('purt

on the "1'('1101''' of-uIle, \yitn0f;B' e:qJlanntiol1s .. C.:\.. 1(7), and
on t.he 'jte11i]]!!: fcatmc,~" (A. HiS) amI "l]cgativ(' iil'lpli~

cation!';" CA. 170) bf-his:rcmnr},;s,ns \\'c'll as thc tC'slilllOli~+

of,op'po1l0nts of,.thclcf!:islntion (A.:] 70Lit' lw](] ,:that tJk
weight of it favored HollIn and Hnils'position thnt it·' \\;,i,:

acting,within its:rig-hts Ullder the shttute in 11singits patent
to effc,ct a monopoly in pl'opaniL

6 Repoi-tsof the' IIol1sl'·and 'Senii.tc 'Committees Oll the .Jti.dichiry
on Section 271,II,.R., Hpp; Xo.192:3, 82d COii.g.. 2d Sess. !)
(1~52), and .S. Rcp.'}i'o. 1~J7!),· B2,(l Con:;., 2<1 ge:,;>;~ 8 .(1932).
These reports each state, ,,,,ith rl'Spcct to Se'et.ion 271:

Section 271, par~raph (a) i" a declaration of ,,,hat cOlisti
tutes infringement., Thel'e is no,dedara,t.iol~iofwl-)atconstitutes
infringement in the present stalnte. It 'is notact.nully neces
sary because the grimting elanSe'Cl'l'atcscertain exclusive rights
and. infringement would be any 'dolation·of those right.~.

Paragraphs (b),. (c) ,uld,. (d) n~late t.o. the. subjc'ct referred
to as' contributory'itlfrill'gl'ltlt'nt: 'flit" doctrilie of contributory
illfringeIilentlJas ,been ,part of OHr ·law for',about 80. yeti.no;.
lth~s been .appliedto {m.ioin tho:,;e whosou~ht to cause infl'inge~
ment 'by supplying" sOHwone else with the means and directiops
for· infrillg'ing a pateht.Olll"Y!wliwkes ~i. spi.,cinl deviooeon
stituting, thehcart of a patC'lltecl 1I11H:hille and supplies it to
others with· direetiuu;; (:;pC'clfl('. or implied) to complete the

'machine is obviously appropriating" the bCllC'fit of the patented
inventioll. It is for this' reason that. thctloctrilieof ,contributOl;y
infl'ingcm~nt, .whiehpt'('v?llt:; .. ~lPIH'oJlt'iating another .lmm's
pat.ented ilh·cntiull, ha:; hl'cn l'haraett,t'izcd as ·'au expression
both of law and moral:'l.'· COl\::ddt\rahh, dbnbt·:and cOlifusiOlias
to the scope of contributory infrinl;l:IllC\llt hm, resllltpd from a
number of deeisionf>:oLthcl'ourt~(illn-ll'C'ut'yc<lrs. 'l'hepnrpose
of ·.thiss~ctioll i~ t.9' codifY)ll ,statuto1'.\·: Jorm .. principles :of,con
tribiltory il1l'i·ini{'l\lp.llt imil at the' >:<lUle time eliminate this
doubt flnd confnsiot!. Paragraph (b) l'l'eites in broad"ternls
that :one who"aitls and :1.lhl'ts ,an, inirillg"t'lnent is :like,,;ise mr
infri~g~,l:.rrh~~·'pl:illl'ipic of, l'ontribntory. i,l,lIt'ing£'mc:ut,is sd
forthin'the.provisiullS of the llt'xt partlg't:aph.,,·hil'his COll('('t"/led
with the 1I811a1 :Sit.llatioll ill \\"hieh, euntrilmtory.illfring'clilt'ut
arises. This latter paragraph is much morc restrictive than muny
jll'OpOlH'lll" or l·Olltrih1l1ol".'" illl"l'illg'PllH'llt ·ll('lipn~ shon'lt1.bl'. tll{"
e<lSt'. 'l'1!{'~all',yfa,YOlllp{llJ('llt"of a patented machinE', etc.. ,
JIlH~t. l'()II~t iCllt l' : 1l; ,)llil1 ('rial part, () fill (' i 1I.,·t'U1.i(11l:<I1111 llllJst1)('
kllOWU to 'tHl' t's'pt'eiallyniatl{' 01' l'spt'('iaU~' 'adHPted:i:ol' ll~(" in
tJle illj'l'ill!!PlJI('llt h(,fol'(, th(']"(' ('111l 1)(' ('olltributor\' infriln"!,
me)!t; 1lIHfliJw\i,;is\, 11w ~ak ul'staple art it,ll's (jf COlll'lllt~l;t"e~li;t
ab1(' for Jloll-illfrill!!illg \1:'(' dol'S Hot (·(ll\stitllh' l'olltribntory
infri.llg·(']il\illt. "t'lw last ]/Hl'tig-rllph of'thi" s(>.('tion'J1r'o\~idf':'J,1hat

ol1ewho llH'l"nly does what hr is' nuthoriz('d to. dob.... statu~(' .i"
llht g"uilty of misuse of the patent. '1'1](,s(' paragraphs have as
their main purpose clarification .~d stabili2;ation.

.P~.;tt~~TJdE:~OE NATIONAl ..AEf"~",,~C..:, ..WASl:llN(1'rON~:n,c... ~.o03.7.
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were: :ori thc. 1949 subcomllliUec', audonlY ,OiH~ "pi. HIe. ,rile~ll~
bel'S of·the }949 and 193~ ,subco,mmittecs: wns,dn ,the 19:1:8
subco~mi ttee;

The (7ourt of Appeals' couclu::iion-· was bascd pl'inm:i'ily
()ll implications it. pereeiyed.Jrom :JIr. Oiles S.:'Ri:ch~s

testimonyns explaining"the purpose of Sections'2'fl(c)
ltnd (d), However,. the,ollly...actual·stateme'nt:.l\Ir;;·Rieh
made about the purpose: of, tbe st'atnte to: the' 195t sub
cpmmittee, whose report resulted in ,th~ statnte, is .. folllrd
atpp.161~162of the 1951 Hearings. Here he made, referthiee
to the. holding' of this ('Qurt:in,the,:Mercoid'cases 'that
whore, ther/.) is a: conflict, J.")l't-wceuthe : contributory"'hl
fl'ingement doctrine and the misuse"cloctl'i.ne the::,misuse
docti'ine must, prevuil1 and tothc fact,that,so~l~ COl11'ts
say that "any effort whatsoever to enforce.u patent ag'~;:~,~t

a,contributory··infringcl" is in itself misuse.J~rrIH~ll.:he ,said
"that to put, 'any ,nlCasurc of contributory, i~fr,~g~~lr;~t
into the -law. you .must1, to that extent anct to,:that"e~te~'~
only; specifically make exccpti~ns to the ,mis~sc .doctr~l.~,

and that is the purpoM'of paragraph '(d}-."

Theonly possible meaning thatcan:be deriyeu from:thi.s
'rs~hat the p.urpose of the stntutc.was tp .reverse the. holdings
t~,at u any effort whatever to cJlforcea"patent against:a
~ontributory i.nfringer is :in itself .. misuse.'J .. Certainly, he
di'd' 'not expre~J3 a purpose to expand, the patent:Illonopoly
to includ~,n:on~taplc element~.

The only testimony in the 1951 Hearings whick sp'eCi
mcally discusses' the .effect .of: the statute' on,'con'd:uct'such
as that at'issue hel"e is that illitiatedby, the contention: 'of

,. the Department of-Justice thai thestatutewouldihnml.1nize
such ·.conduct.· ·The' Coul'tofeii:ppeals erroneously 'concluded
from, thedi~cussion:·whicli.this:conteiltion engendered'that
Ml'~' Rich, and···the .subcommittce;:antl therdforeC-ongre'ss:J

•. intonded tho.statnte to IHlvelhat 01[OCt.'(1I..170'17:).

How~\'er,: COllgre8s111an .Crui~,ll)<lci~~l: i~lsi~ted,ti;~t,. tlle
Department rcpl'cscntatiyc, l\[l~. Fug'at,e" ,;';as: le~ ..ding.,t~e
lang~Ulge ba:ckwnnl~. 1951 Hcnrilig~,.at,.·167:,Tl,t.e.,ensuing

COn?~Ur, nl~o ,hron~ht ,ill .. M l'~ . Hi91J· ,to. explain iljs position.
The 're'sult ,of'. this j~l1r.: ,Hich'8: ag~'~ei~lg \"ith. i\fr.: ~~ni,.
packer: tkl.t. pu-l:agrrl-!lll' (d) wO~11d'not" prev,cnt ,aho1dim;
of misuse where a patentee was ;;trying to gail; a limited
monopoly of·nnpa.tcn ted H-rticles."1951· Hearings:at~173'':1:~4.

Thus1 cv~n though ~he Deplut'ment'of .Jus~lcc origillUl~y

contended that. Section 271 (d),would allp\v ~tying l:\r~ange~
ments and that :Ml'. Rich'so constnlcd, it, the' ~l~imat~,
result was that, ~rr. Crtunpa~kerrcjectedthis,:C?Ilsttuc{i?,n"
Mr:~ ~ich diRi1.V~\\·ed. it, and the Departlll~nt. o~: J,u'stice
'dr~pped"its content-jonY < ',','

Any dou1JLthnL might rcmain as to whethcl'<the Sub;-
committee. ,ullJ.lUbcrs intended to effect,. s-uch'a. substantial,

8 Thisdisc'tissioll is ,i,llalyzl'dill' detllil:it PP~.J.-6:of RCljly:Brief"f~~
Petitioners, fLIet! in support ·of t·he, Pt·titiolL.foi· ,Writ of C{~r'";

tiornri, and forthesak,e,of ~,rc"ity will,nQt bc.r.~peate41tere.

9:It d~s, notnppear ... fl,·om'. the: trul1*'ript tlHtt.av.rql1e.hl'ou~ht.,t()!.

the SlIbl'ollllllittee's attention tIll' "tah'llll'nt Ilfndi' hyl\Ii\ nidi
ill thc'W-l!J Hl'ul'ing's (p. (i.')) \\",hil'l\- Sl'l'lllC'd tiPilHlit'nte ·that
it was his iutl'lltioll totlo ll\nI,\" with till' llliSllS!~ dodrlm' i~\s9filr

as it. llpplit'C1 to 1l011:.;blpk~.:Nnr' is thl'l·" uny illdil'i\tinu that the'
SubC01Hmith~c.1lwmlwl"s.. or <lllxothl'l'lIWllllwt· ~)f. COJIg'l'(,:;!;, ,wa:;;
'made ,t\\'llI'C ()f liII.,Ri(·!l·s \'it'\\', l'Xpt·,'s:<cd itl all ,Hrtkll' l)llhli~l,H'~l
twoyeal's Inlt'I', thllt Hl'ct.iol\ :271l'hl1ugvd t.l1l' tl'st fnr wh;it is'
unputcntt'<l 110r of his ~Hg::-r~'stion thaI llo11sraph's }u'(" no,""
within, tlwscope of Ow pat('llt~ :-::l('e Rit'h.luj'rillgrlJu',llt ,{!JHlcr
-Section '27.1' 01 ill(' ]'a/-(mt Acl,of 195,:!;~5'~',l'at.':o,r,Soc;:476,
49H,GOO (lDii3). " .

lEXT(No. 474)

The,only clem cxprc~sion' of:congrcs~ionalir{tcllt that
call' be glmmed from thekgi~lativehistory'of Sections
27] .. (<.»: and-.(cl)· is. that ofclurifyillg the law of contrilJlltory
infringement., SIJe, c.q., the JTou:ic, and. Senate :Committee
UCPOl'ts, s-upm note 6. There ccrtainly iSllo clcal~ CXP1'CS

sion of an intent to expand t.he patent monopoly to cover
unpatented materbIs".ol' to:,0l,low, 'l.llY,)!llll,of tying U:l'-.

rnngl'n~elltj: 01':10 .dimi-ilish thC'SCOPl' of: the nn'titrns~>laws.
Yet these arc. the's~rects~'..of}he.nl1c W10ptcd pythc'Q9urt
ofAppeal~'. ' " ' " " ','

':Pho ·lqgislativc, hfstpl')"" pf·.the statutes. ,includes, .·little
that;is pcrtinclltin,the 'way·or.'floor. discussion. Sneh as
th~rlJ is :O;'uppod.spctiHollcrs-' pl)~iHonUlnt till) stntntf'S
were, not, illtelHll'd .. to .. mako':uuy changt's, in>'thl\,l~lW... D,lll'ing
thc,.8enate .dcbate: ~enutorMcCarran,·•.• dh,airman:"of .tlle
Judici,aryCpnlltlittee, ",hen asked if the patcl1~;ACtella~lgcd
thc,:law.o;r ll1erel-y.Godified.it, replied, "It codifies, the·pl~eH.cllt

patent laws." 98·· Congo Rec. 9323, 8211d Cong., 2d'. 80ss.,
.luly4, ~,952:. Thi~ statement. waf3,relied nponby this CouI;t
in Deep8outh, 406. U$.{>30" note'lO, and in Aro .11,:377U.~.

485,.notc6, to support.its 'c9~lClu,si()nthat.Scction271:yh\s
not intended. to.ehange the: 'l~w. ' ,

The, Court of Appeals:r h~~'eYel."f~und;, S~nator ;,1Jc,Ca,r
ran:'s. statelllcnt. to" be' less ,.thml' :~ompel~in.g ..:p~~' 1~+~J6Q.),
an~:lhll'ned)ts llttention instead to, the transcvipts of Hear-·
ings· before' -three' :Ei0usc,' snbcbmluittees .in:·194~j' 19.49'.";:U1d
1951.7 It is notew,orthy tha.t these are three.diire1;"~n,tshb-",' "', ,,' ,.,,, .. " ,",',' '--, '

committees j.: only, four .meniben5 of the 1951: subcolnmittee

7 Hearin'gs' bc'fore 'Subcomm.. :on .1'ah,'llts, Tl'a&·in,arks, an~l Copy
rights of the Comm. on the JUtli('ia.r,Y. ;HOll!,C, of Hcpr('sellta~

tives, ~Oth COllg., 2nd St'ss: Oil H.R ii!ltlS OWr(~iHaft{'r IH48
Hearings);,Hcaring:; befol"e ~Hbt·{ll\\lIl. No. .1, of thl'.Com!ll. on
'-'1<' .J,:';di(~inl':-·. How'!' 'Ifrll.l'pn·Sl'lllatiws, 81st 'COllgo., 1st Sps>;.
on H.R. 3866 . (hcrcitul.Jtl"I· lD4fl.lIt'nring:k); lUHl. IIt.'arillg:s 011
II.l,l" 3760 before SlIbeolUm. No. j o(tlll' House COIllIll.,on th('
Judicilu-y,82ndCong-., 1st. S,':,;s,1!};;1 (hl'l't.'inaft-cr 1}l,GllIc<lr
iugs) , l'ertincn.t:ppl'tiol1s ~ the Ifl:>l U,'adngsh:+,\Tc bl.·t'lll;eprll.
duced in the' Appendix 'to the Petition for Writ of Certiorari.

]ll ~o concluding', the Court of Appeals faped to hl"('(~

fIJi." ('oul'fs ,wllming'in 1-Jccpso1l1 11,' 'supra ,"ill' '\\;hi('lftll"
blt.ell t oj'. Cong-J'{lSS'ill enacting- Section :271' ,nts Ullller ;~Ol;-'

HidcJ'ldiDlL Tbi'H COlll't mad~ }t:deur that-, in vi('\\: of-"tlii"
Kation,';:;: historical mltipalh~·-;tb;IlioilOlJO])'und or Tc!ic'atccl
eonp:l'l'SSiollaJ :dfoi'ts; to presC!'\"c; mal fo:':ter eompetitioJl',,,'it
"Hhould ;lIot cxpmld patent -rig-htsbyovcl'l'ulillg or' modi~
fyingolll' prior caSeS com;truillg the patent statutcs;-u'nlc'ss
the argument fo,rcxpau};ion of privilege' is based: on 'more
than mere illf,Cl'C]WC from __n,mhig,uous,staLutor? language."
406 U.S. at 5;30, 531. Tho,~Olll't,,_t3,tcci that it Hwould re
quire a cIea,rand, .ccrtaill signal from C~ng.ressl' before
it would approve ,tlny< broacloIling of the patent privilege.
ld. .xu ,so;'itnting; Hm Court was not enunciating" anew
doctrine. pr OIle .limited to the patc,nt law8J butwas follow
ing theJong estahliBhed rule that ','It wilL not be i.nferred
th~t theJcgislatul'eJin l'cvising)lnd consolidating -the lawsJ
intended to change their PO!iCYl unlc~8 such an intention
b.e clparly:,cxpl',ei;f;eil" United States v.'Hyder; 110'U.S.
729, 740, 28 L.Ed. 3081 312, (1884), cited andfollowccl"in
llftmizv.lloffm(11l,422~LS.43.j,1 -t-i01 45,L.Ecl.,2d 319i331J
95S.Ct. 2178'(1973\ Fnrthennol'e, the te~timony of op
ponents tolegi~lnti(;lli:-:llot to \lr. relied up~nin aScc.l'ta:tning.
the intention of COl1grcl:is. ,Sec XLRB v• .F'ru,it .:.6,Vegetable
packers, 377, U.S. 58,,66,,13 L.E,d. 2d,,129, ,,8-1 S.C:. 1063,
(1964).
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~10 De,epsollt,h; PackinfT.: ,Co. ,v.' Lai/rani" Corr)'_, 406 V.8.~·518 •.92
. ,S:9t. .1700, 32 L.I~d.2d273 (l!Ji,2), Hlollllc'I'-1'OIl!lIlC Lrtbora~

·torics,-bic.' \'. Fnil'{~rllity of Illinoill PoulldaIion, 402 U.S. 313,
91S,Ct. H::lJ, 28L.Ed.2d 7S8 (1971 ),'lllul Zenith Rad-iuCorp.

',V.. Hflzcllinc, U{'scarch;,Illc.,·3H5 e.s; 100, 89 ~.Gt. 1;;62;.'2:::1
'ILEd.2d 120'(1%9).

ch<lnge is (lispc~lqd HY,:thc-Committee,Reporls, Sllpra~-note

6,' which ullcquivocn:llyHtnte that thcllluin pl1l'poseof. the
statnte,; is clarification and stabilization, with no mention
o!::.exllunsion:.of- the palcntgrant.

'llhe Court of .t\.Vl1cals' -'coAcillSioil a's'to"t11e"~ht~llt of
Gongl'c::is W;I.B l;mscd on::.;uc1L t.hing:-;n" the "tcnor" of}fl'.
Rich<'s explanatioll::', ally' "tellillg features" and Hnegafi'i;c
innAicatio1l8',',.,of, II is l'clnurks" uUll·arg-um entsof opponcnts
oftheact,fl'O,,1l.1 a.1egislative hii>tory which it admitt<.>d WU!:l
!'noLcrystal ...,clear/' disregal'lling,' the ,CommiHoe ·,-Reports
anq ,i-ejecting, ,SL'llutc- floor CamIllell!·, which thi::;-Court. had
relie9.,pponj~l ~,ollstrllillg; tIle 'snmt: :~tatnte, in Hie facc of
t~,o rli,u.nlCtl'icallyoIlll0S:ccl., Hp1<ll!~dbll.' ", .-readingl:i of ,the
statute. The Court of Appeuls eH'n l'ecogIlizcd that various
coullllcntatorB had expre~sed a contrary \"iew (A. 144, 14-5,
nbte4),'

': :;~Def,phe:tll~s,i qlli ta ,'-bbviotis', lack ,of a: j i clear mId,'ccrtain
si?~al,'" thC.COlll"t iusisted upon' finding that. C'ollgress had
;paTfiaUY'overtnrned.'n l10ctrine which had 'been' in ctTe~t

':~ince'.Jhe\:Mo~i61~':Picture-,ease, 63 ye~rs ago; M~re' than
thisi~":',required to, ,find 't1lat,.Collfrress, iutended 'to effect
such a chang&.Deepso!ltlt, supra,40G U.S. 'Cl3!.

'4/ 'TheConrtof Appeals' Expansion of the Scope of the
Patent,: Privilege' is Contrary to ,This-Cotirt's 'Rulings
'Since ,1'952,

~':·,'·.t\£t~~· "l"evX~~~:ing ,: the.:·st~hlt~ 's ,legislative:, ,history", i the
COHrt of Al>peals went on to review 'this Court's decisions
~nce" the enacbneilt. of Section :'271. vhichbear,on the issues.
It. concluded that the Aro·cascs llprobably cut against"
its' :vicw,'. but'· distinguished the 'present ease 'on its· facts,
and:<dec.linerlAo ·:-rely :on,·," general statements;" 'in· 'other
cases10 '.~ containing: Tinging endorsements of' paterlt lrtisns'e
theory,:concerning the, :proper, scope of a patent.-" (A.
180_181).

Hov¥e,~ei'-,''- these de'ctsi~.ms o{ this.Court in' fact suppo~t
J>~ti40ne~s',yo.sitio~onthe issue in this case, al1d are ili
domplete 'hal"lll?fi~': :~itl\: tlwJJotion Picture l'Ule. again~t
enlarging the pat~nt monopoly without express 'approval
by ,cm1gr,ess.·:

~his:Corirt,:in'lh6:Ltrocases;niade it very dear fhatH stili
cO,~~iders' thafthe' use of a .liubint .to.lllonollolize unpaten,te~
wmstaple 'Componc~ts'is illegal. In Al'OJ, Ol~ the auth~rity
o'f. ":1I1ercoid; tlic:G6:ti~t'rcjectcd' the. argument .that .... patell;!
protection' 'should be ,extended to the '''essent.ial'': or :ldis'
tingui~hing" tJal't-' ol·the '-patented' cOlllbinatioll, stating:

";'W~e e~nnot:agree'.. F?r if [ulythiW£ is 'sett16d'inthe
patent law, it 'is that the coinbination patent co"·crs
only' the· totality- of: the ,elernentg, in Jheclahn"andthat
)no:ele~eIit,',separately view(->.d, is within the. 'grant.
See the Mercoid: cases supra (3:!O U.S. at 667,32(1
U.s. at 684). The bUf'ic fallacy in respondent'sposition
is.-:that it:iequires',the ascribing to one clement of the
patmlted,pmllbi;n~ti9~·.the",status,of ,patented ~nv~ntion
in. it,self. Yettllis Court, has made, it clearilltheJwo
'¥e1·coid cases that there .is DO legally·teco.&'llizable or
Ptote'~ted",e~s~nti.al",eleineIlt, '-'gist" aT '.'heart~' of
'the inventfon--in 'a"combination patent.

,[
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365 U.S. at3~345. I
In his concurring opllllon in A 1'0 I~ .rhstice Black, in

reference· to Section 271, stated:

The lan,gu'age andhistoryof th~t.cV~t8ho\y pla~nly:

(1)' that"Gongress wantcd"to',co)itinue'iu",forcc, but
not ,expand,: \thej'ltdge~lIlade 'doct ,..ine of contributory
,infr'ingement: ,under which,. a 'p('rsollwho 'kno\\'irtg]y
a:i<is,encouragc8 orahets. the direct. infringement ota
pa~ent is to b,c held liable as 11 ~oIl,t~'ibutol'Y infringer;
(~), that Congre::is did not' w(~nt .patC'I~tec~. ~o,be barred
from,' prosecuting, tl~C'ir claims for' <il.rc·ct::int\ill£:cUlCl:1t
"merely because they exercised nll~ir'/i'ght to assert a
claim in or,out. of court for contributory infringement;
.(3) that Jlu~ .lol1[J-cxi.... t-ill-f/:scupc 01' u patentee's' il1011,'ol)
oly,righ,ts 'was..nptto"lJC ,eXpllll(lec! b,cyolld 'wh,at: it, had
al'ways becn,thatis, thc;e.l~clusiverio.htto.make,'ltsc
or s~U ap'al"e:'l,tell, invention d-u'ring th'e lije of. the
patent (emphasis added); " , ,

365 U.R at 347-350,

In referring speciftcaIlyto"Se'ctiou:'37f(d), Justice Black
slated:

'Fhis ;provi~ion: wa~.:d~signe~, sp~.cifically ;t0l?reyent
the '~ferco,id,ca.-se ~roI~ ~bciIlg interpreted to ,mean ..that
any effol'Fto' enfbrc~" a, patent 'against: a .~ontr.ibutory
infringer in itself constitutes' a forfeiture of pa:terit
rights, e

Id, 'at 349, note 4.

In Aro··lI·the:'Com:t ·found.,Aro; guilty"o{'coIl;trihutory
. infringemept,but applied the doct~ine'-ofpatent misuse
to deny relief to the patentee. The paten~~,eha4,~greed

to license Ford and its custoiners to make, use and se'll the
patented, combination,. but ,"cxc.epting .replacemcnts"· unless
these were provided by Ford. 377 IT-:S.:'at 494. "\Vithrespeet
to this agreement the Court stated:

We, think the ,agreement's attempt::tor:eserve rights
in connection' with fu~ure sales of: l'ElP.1~eement ·-fabrics
was invalid .... The ... provisionLiI1;theagreement,
purporting to,Testrict the rigin of use and·,repair by
prohibiting.fabric l'eplaCCUleut.unless ·do,ne with fabrics
purchased from Ford or some otherJi~ense,e, stl:lnd
condemned by a long line of this Court's decisions
delimiting,thesc()pe of the patent gr:~~lt .....:In
particular,' [thepatenteeJ . cannot' imp~se conditions
concerning the· .unpatented' supplies,· "'ancillary '.' ma
terials, or -components with which"the use ,is to''-:be
effected.

377"U;S. -at 496';497, citing Ca'rbice 'ahd'lIfeh;oi'lz'Il.

The agreement conden:med. was a tying m'I'allg:cmentj. the
license to make, sell and use thc.patentedcombinatioll was
conditioned on the purchase of nonstaple replacement
fabrics from Ford. A,IthoughllOt.calliiig 'this'agrceh~ent
"rllisuse," thcCourt refused to enforce ·thel;estriction.

:'1'ho 'Conrt of.,Appeals,cOl},~ideredthe.Aro :opinions as
not controlling the result in this casebcca:~lSC of what it
perceived as: differing policies involved in protecting com
petition in a market 1"01', ,r,epJacement ,pil.rts as oppose4,to
a -"primary use" market like that for pro~auil. I[owe~et,
there is nothing in the statute, nodi>. its le'gislative history,
nor in any of th'e' A'roopiiiions;noi' i'naniothe-r 'case;' to
support: such' 'a: 'distiriction: 61' to provhle'abasis 'fol'·sttch a
limitation ''Of' the :(ioctdnc' of p·ateiltriJiirise.
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U The misuse defcnse had bc·ell abandollL'd. 377 U.S. at 491, llote 9.

4:10;80(PTGJ)

The COult ofAppeals' decision; lcadin~.toa'6'?litr.a~~{:r'e~iiff,
cannot be justifieuonanyrational bakis. " -- ,,,.,' )

This argnmentoverlooks the varifJd ,vay-s;in w;hic9,;;H~,

c~l]sing ,,~i,ghrs, ,c.an, b~. uf>~d, ,~n9.,'lIlis(l0Pf>t~~~s,t,b,~, ..:"issue
>~h·e~, ..T'~{ lice~~~p~:g' "r~,?ht:~:;: }n~4,~",~pl1!i:~:ffeqtiy~ 'M,',:,t.~e
'p~,~,e~lt'e~ ',gi-ant~ ].:tori::qf~crllIJhia~(),~·Y, li~~:l?:s,~S, .'sepal'(l;t~, ,~fJ;qm
:t~e, sai~ ..6f the, ~1~p<~t~nted~iaterial~~~,:the'.pJ:e,~e~~:~s~,'41f
:~~l1m, ~a~'~ ~a~t off~r(l,t( sucl~)~ce.l~s:es ;touscr~:"'''o~,,: a ppli~
~cators,~l:' ;(}111~~titOrs' ,\;h~.- 's~ll~,r()p~ni(sCl)'I~,~,·~ t9:Jr~I¥:',j~~
purchase of propaniI, Rolml and Haas wonlclbeable to
,gJ ':S,e1l:pl;qpmlil,-·:{2).Jice,llse":others;Jq ~Cn,:lu·.opanit~:and

.(,~) ',s~~c ,:~,o~tpib1.,1t.qJ;Y :,~IlfringCl·s.: J?~tiUOilC'Ts;,,':aiI:(b:rothers

woulc1 ':bc,~;il1ing to -pay a royalty 'for su~h :a'Jicense>IThe

~ontriblltoryillfri~lg,~~s~o~ld.. :~e ,thos~,rhq,iI~sist~:~;, ..:on
s~lliJlg' :iJ'ropmiil,to' llililcensed'users .. without'~hei~l;g :.;iic~~,s.~~

theIIlsclves... ':h\rag~aph (4)". in .. S~:~1.I: :a .. situafi?n,.·isf~ni
~ffective-to',prol~c,t.the,patont owner i\~~l:n,pfil:hlse, A~f~'~~~~~

,;"rhe"Cour.tof-:Appea1H Te50gilized.jhis)u's, "~an:attrac:.fivfj
,po$sibility", because, ';OlIt:allowd' 'a 'patentee :,c'couOluicriI1y,,\to
IQlll;keJ .:his .-inventioll, :yet "pr('soI,Wcs ;col!lPctitioll·':hi.i:iropa~

;Qil,1\'hich: ,is! 'after all" ;not·,patented:":{A:;:L77,: \note"21f)~
However, theConrtrojectod this ,Teasolling ·as not :':dis~

cernable from the statute,: and be~au~eitb,1:lFeve4::~'4l},t,·~.[al

general .. licensing '()bligation' is forei~, :t();:. :a."s~~tllt9rx
s.cheIllc i~which 'Patente,~s ,are,' fr~e,. to .,81{p,Pr:,\3SS ,en,tiiwli
or'r'eserve forthelllselvc.s ,their: ip.ve~,ti~lis." J'J ." '"

There ,arc several answers to this_ Fir-st,Petiti6ne,r·s do
notcontcIld .that there is, .' :l"g~neral nc~nsing: .o,~ligat~,on."

RohIn and. lIa3,~ .its~IKha~"~l:!8~nto,)~eeils~.it~:,i~v~ntipp.
~~\·lJ.en,i~~,ens',:th?unpatented ,~llat~r.ial'~thani~p1i~d,')p~h
e~t)icense., If.~tWdnot alrea4Y:'fJrantJic~11~es tl1~:r~,':\\~oui,d,
~'~',p.o .~suse issue" IIayfug J:t:,c~~y',dyt~rnih;edLJ4~ti~~:,~yj)l:
gra,l1t :licenses, it, ,-ruust ,do ,s,o,in a,lega:trt;l~}}~er;

Se~ond~)~" the, fa.et; ih:!t 'tlte pat~p.~ee:. has •.Jh~:p~:wer to
ref:\ls.e :l" llpense .... tio.es -not,ell,able •. ltim ,to ·enlarg.e.'"thl3 ~ mo- .
nop~lY',Qf .,the ,;patent. ,uy,the:;cxpedient·cof ,attachillg;.';~onai
tions.·to,its use;·United'Btates v.'lJlasowite ,Cor.p;j,'316-JU.S.
265, 277, 86 .L.Ed. 1461, 147,5 (1942).

Nor- is compulsory licensing· against ,public ·.policy,as
intiIriated, by- :the' Court:~f ~ppeal~';,:bot~;:C?ngi·~s~:,.,a~d the
c.ou~t,s:)l~~~.,<lpprov?d c',oU1imISOJ..yli~ns,i!l'~:riS, ~.',:.:nleans
of. acp;ip.ving''-,~esicr~?le P).~b~:c"policy .~.~a.1~"".C9mP"l:l~S,9~! li
censing is a featm:e;.of ..t~ie; J~f?Pyrigll,t :1Ja.Yf:19r~1;t,~' 1{)jited
States, 17 U.S.C. § 101 et ~eq. [see ~ 115] ; the Air Pollution
Prevention.aild Control",:\:c~,·(If!lO~,,u:s ..m,tie:liClc~1::197f),\42
lJ~S.C:, ,§ iS57 et, l'wq.,: [sce§.lS~7h~G., u~bnda'~q1·!,,}:i9.~n8
ing"].; ,and "the .. Pl~n·t:Val'ict)~·. !~rot.~~cfi?lt .A~t".(T~io~~ '7
u.s~-b;"§ 2321 et seq'. [se~ §'2JOJ,''"Pub~ic, i'ntp,i.'cs,f.5ry-:,\:ic1e

5. The Court of Appeals"Interpretation is 'Not Nec'essary
t",~jve Me~ning tQSeetiQn 2,71(d).

The Court of 'Appeals 'also: reaso'n6a: (A. :174-1.76)'·th~f
. . '.' .. . ..,:..... .. ' ..... ' ' .. '.. ' .: ... "'.:

tlieeQmbined effect Qf (1),(2) and (a) Qf Section 271(d)
,necessarily-give~.the: patente.eth~:Tight 'to.-r-~S~}·vc:'to .i~sel,f
the .sa~e',of',nonstaples:used, :substantiii~ly. only i~','the '~at~

ented 'invention;'becansc .othend~,e' thri",'ri~~rt: to"-gr,aI~.t
licenses l{nder (2)v:ould'be ,rendeted' ,vortliless: The'argti:..
ment· is -that no' one woilld'pay a ro'Y~l1tyfol'.'a: li~e~s~/if;t~e
patent owner could'not stop others from t se:lIiilg'tIle n'on,.
staple.

(NQ. 41,4)D - 8

Although the specific question, of wllCthenSectioll'271(d)
overruled th0 iJ1ercoid decisions forbidding use of a patent
totie:impatented':· nonstaplesj" was not. ,~res'ented"to',_~he
Court in the Aro cases{litisplain that the Court ,,,"ould

h~_~Tstrl:lCk, d?~yn,~ny ~_che,nle .:by _th~ pa~~H:te~, fqr:monopo
HZi~g: "uip~lteilted1l:0nst~p1es:,ll~~d \,:ith"ll,;patellted machine
(P~" n~qtl~9,d, by cO,nditioning, lieensesu'nder,·the;:p'rttent on
tlle,:.purchase: ,of",the'Jlonstapre, ftom::hiin "o~-,;his'_)i:~ensee.
rr~,havesanction~~t~e.. exercis~' of ,su:ch:exclusivr -ti.ghis in
a~-_UIipat?IltC?,Pi'~duct,wnnW ',hpvc_'P(>(~11, to_,,~~p~I)d the

"l()n~~~~,i~,til1,g ::SA9.P~~·P~·'.the .:ex~lusiv~, :~·iB'h~s 'c9-nfe:r';J.:,ed by
tl~'e", ,patep.t, ,buf,tliat,..as statetlb}~J,i.lsti~e,Bh1(i)t,in",A 'fO I,
"",~,s,:p~ecis\3l:Y,'wl)ut::hnd :no t' 'be en:'ll1~~vi~ ed, ,1'or ,by-;',~ection
, 271',\Alt~oli1Sh.'J~gtic,e."~llittaker's',o,piniol1\ fOl:.\the .C;2urt in
'A·ro' :r'contaill~"rl'o.'~ef~l:En"ci).':·t'o',Se~li?il':gn((1),.,. it.>vas in
frin_acco~~d. ~hat,~:,ga~ent', dcies ,not,~{~IitI(ex'cl:tlsi~G, __ rights
in a 'nons'tapl~, howcyer "essentia~.,~\t llul~'. ;~~".to, th'~:,po"tented
oombination, and however ,ai'mCl'utit lllay :b~, f~r apatC1l,t~e
to 'profit from his invention.
,;.,,!hi!3. <lo~tri~l.e"is. ·al::;o.TI1a(lc:cle~r iU:JhQ other.ea,ses:de
'cided ,by this C~urt since' th~enaeh~cnt ~f Section :2-71,
wh~ch.the C()urt. of,AIJpeals .(~ec1inNl to,.. f,oll:?w: :I~L United
'Stat'#~,v:'Loew'~,,:ll~c.. ,371 :l:(~:-'38,'.~) L.Ekl.~(1'r":1"S3'S, ..ct. 97
.il~WV" jhi~ (Jou# .,9{t,e4,A,l~;'/?id,,:i,\1~,t~)i,kR;C:;J.sCS. :i~l,'c~,upport
'Qf)t,s 'r)Q~t~~~~ion!,p'f thCITl,is}~s,e;4o~t,rh{c;' ,. ,,"

These cases reflect a hostility lousc o{;'t1;'il":sta:tu
.torilygranted.:patent monopol)= to ,(:xteud ;th& ,pnt'en
te~'s economic, c,?ntroltollnpHte~tc(l.products.,Thc
pat~ritccis proteeted as to 'his. invention,lmt'm~Y'not
.~se,hi~patentTights-to'exaeLtributc'for .0,ther'artiCles.

anu:s. ,at 46.

In'Zenith.RadiO' :Oor,p,.v;":l1azeUinB' Beseardh,'11ic;/395
U,RIOO;2a Ii.Edi2d'129"89S:Ct. 1562 '(1969), theCdlirt
stated:

Among o,th.er :,restrietions on.:hinitthepl];tmit~~] may
not,cOIiditi~n-'the right to ·use Jtispaten.toll: ,the licen~

see's 'agreement-: to>purchase,use, or . sell; 'or'~ot to
',purchase, use, 'or sell"another' article of commerce not
Within! t~~):scope :of ··hispateht: ~nonop,(jly.

~95.U.S.•~~ la6, .
In,1)eepso~t"Ji, sl~pr~1the··Courtheld't~at: a'.a~f.~nd?nt who

~,xp~rtcd ;u~pate~.~el1 'Par~i?: 9f. '~"p'atented ,c(llJlbin~tion was
not;guilt)t.. of jnfriJlgement. ·Citing·ll1~rcoid;th~,.Gourtpre
misedits decision on the "unassailable" rule ,that' "a:patent
on a combin~ti~njs J1patent ,on:~~c:as~embled01' functi(l~
lug wllol~, not',on the separate purt:'l.":J:O(i U.~.at52S~;The
separa:tcp~rts :'he,~'e:wcl't>clel\r1y IIU0l1stltple," being spe
cialIy,dcsigned -to construct the,patented e~uipment.

~n 13londer.Tongue Labs, 1:119-. v:. Uni:versity of. Ill. Fp:l~:n

datiQn, 402p.i3.a!3, 28L.E<J. 2d788, 91 S.Ct.1434 (1971),
the Court" whilc "l'('('.ogniziug. thl' patent ,gy~teJ!~'f-;,;r1S.sil'

--able -stimulus 'to ,'invelltion;"citcd '1l1ercoid '<.ls one :of a.
'''series of dec:i~ions"iil whicH the' Court has condemned
attempts'tobroadcll tliephysicil or::teriIporal' .seo'peof the
patent'moilopoly;""402' U:S:;at c343~ .-

, :,"'I~O:~achoith~,~.ecases .the COUFt')l~,.t~l~ Plo,~,tuneqniv(l,cal
terI~u3,.rciter.ated:tl~~ t~l)g~stuInling pl'ohipitiQl1 ngainstcx
p~4ing:"thejplitent:g,pl~lt to l111p'W ;mo~lo,poHzillg any\Il~ng
other than the,:invclltioll: ,c<?vered by,: th~;!P~JcJ.1.t,,'cl:'l~m?
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usage"]" for.' examplc:Ful'thl'l':liiOl'e,' thIs C'Olu't ·h~\i:;'held

compulsory. Jicclls'es -to: hcapl'oper' l'clIIc(ly where pntciilt
abuses have bN'1l prove-H. Hesser JIlg. C(j;-'v.UIl'ited'i:/t{itb.~;::

343 U.S,. ill, D6 L.E,1. 1OG:1, ;c S.Ct. 838 (1i);;2); Ullited
Sia'iei~. Gl~a(L~o:-Gr()l;lj Ltd., -no u.s. 52, 35 L.FJeL2t.ll04,
93S.Ct. 861(1973).

'-; '.'- ,

Finally, it h: to be observed that if application of' th'e
do~t~inc_ ,of.- misu8e"ean bC's~id" to create a form, O~COlll
pulsc),ry,li~~nsing,:.th~Il_,.compulsory licensing. ,has" existed
ever· since, the- M otionPicture: case.

th6.d~urt'·0(4ppeals .~ls'p. overlook~d->t~c f~ct:t~~ t': tllere
ar~:manY,:w}lys."othcrthan, that chosen-by Rohm.-und Haas
to .-,e:xploit.:a, method patent.. Thus:

Ro'hm'alld IIa'as.',eonId :grant, to. ,o,tller: propaI).il 'pro~

duci}rs: thel'ight:fo ,grant licenses,to:puri:hase,rsc
: of

propahil, .witha:royalty': to,he.'p·aid' to'Rohin' a'ha:-Haas
,-,~~::~ho:ot:Ilcr pr~panil Pl'OllUC:I'S,: '

2. ~,R~\~·:;·k 'ii~~s 'c'ouldliccnsc, .l:icc ":fal'mers directly,. to
;praetiCe'. the ~patc'ntcd':method,' ,ellargin'g "a" :roJ~ilty

bas~d o,l~aCrl?ag:c .,~.r ~ohl~ne of p~op~~i1. used., r:rh~~
":c~rll,d he,'e'ai;il1~"?ttectC(? h~' -thl'C~lninoilIY. use,ci :ilab.e~

i"Hce~~e," ',vhich'~h~tcs that' h part of tb.~ pU,T:,ha,9c
'price'is patent'roJ'aIty, 'and 'that liccilses :to use PI:O-'"
pariiP:pnrdiai](~d fl'om ': others-;ul'c,; aVailable ',' fof"Uie'

',' '~>a,tnc;'(r<iy:il-ty;ia

3. 'Roli~~::' ~~~r:li~:ri'~~'~'o~id :li~~;~s~' p~rs~~s:1~:i~~' ,ru~espray~.
ers or applicators to practice the' method,' chaq:,oing

'!iU·t()yalty-1)a~'c~a'on thc:,vohmic of pl'opanil used "or
:acr:erige'of'Ci"Ops' sprayed.

4. 'n6Iillrnu4" I~a~'s';'cOlll~l.ollel'nte rice farms, contract
th.c' s!)rayillg, and ,l{of, .1i{'l'ns;C fllIVOUC'. Otll(,';' than .. the

'~rl·~)ThIK.~~nt~·~~ctOl'.·· ,

5; HohnLund lInus, could prac{ic'c': the lI11'thod ,it~C'lf, by'
spraying the rice ficld:-;, a1ll1 Hot liC'Cllse anyone.

~.,~qh 9rJh~~,e" ~ays ;~o~l.cl,1Je .,a legiti~~l~~C e1\pIRi~atiop.
by R.o~m ~t;ld.iltU1S ?f' :it'~lll~th?d llatCl,;t1}fRohll~ amI
Haas :1Y0l'c .. ~o ... ll~c its pat(>:~~. i;l any' of these, Icgitima~c
wa.Y~it,c9:1~hl 'H.~Ii Pl:oW)llil, 1iC(~llBe otl,l.Cr:.; to sen, ,ittlUd
sue.",~0l~tri?,llt9,J·'Y:;illfl-,ingql;s~ all" the thi~lgf-\ .alIO\;'·c'll hy
Sec'ticin27J:(~j·~-a;l(1.itwoulll not bCgllilty of miHllHC'.

;'::':'; ;:,"J.,!":', , ';,~ :" " '';'" '-, '"" '::',,' , ",' .'.-", '

6. Tyiti~~: :~rrangements' :3.re·Nt) LEiss: Perni'cious' Sillbe' 1952
Than· Before.· , . ,

1)ing.a~·ran~emcllts .have .been. against public,. policy ,at
least::since tIle, adoptionoi Section 3 of the 'Clayton Act,
15 U~S,C. §'14, in .. HJ14 and" as, we have shown, this Court
has.frb~ll:~nearly:.(l~~e cond~lHlled. tying arrangements .lik~
thatprescnfl~,:b~for~ {h,e ,Court. .A~ stated in Un~ted 8tntes
v. Fo~w:'s,Jtu::,'371 )J~S. 38,' 44' 9L.Ed.2dl1,17~i8,83
S.Ot. 97 (1962), "This Court has recognized that'Hhing
agreements serve hardly any purpose heyond the sUPI>I.'e,s
sion: of;'competitibn;' ":citing Standard Oil Go.'v"-'f Tn-ited
States,' 337'U,S. ,293, 305, 306, 93 'L.Ed. 1371,1382, 69 S.C!.
1051'(1949);:.Tying· urrangerilCnts'are ·inevitably,ti.sed to
secui'e.·"a·'liniited:-monopoly at ,the. hehest ·of one-,who' has
no Ie·gal. ha'sis for such a monopoly; .Indded,· tying artange~

ments'

12 An ~nC(l'uai"br~cli';;eriinillatol:f~;O:VHliy\\'Ollhl':ils6 ril~li'arn\\l 0-1' '
tbc'riiiRlIsc-;doctrine: Se~"lllSul Co. v. F /liroya./., Inc"~ 448F.2d
872,882 note ,4 (2 Cil'.;lD71); RI'.f (,JWilll}(:lI.,Jllc~ v; llarco
Products, Inc., 512 F.2u !)!);l, 100~ note 3a ,D CIT. 1!J7<.l).

deny:cOB11Jetiiors. fl"ce, aCc~~s tttile':-~:arket'for the.
tied'product,nothccau:,;c tho P?rty ill;vosing'thet~'~Tig
requircTllenbrhas n· bettor prodnct 01' a lo'\\rer .price
bu~b~c,attSe,9f,llisvower or len~.rng'e,in ani?tl.lC.l' lllal:ket.
At the saine tiJ'nc,buycrs arc. fOl·ced .~o ,fol·eg,otheir
free choico' between cOlllpeting i)l'odu,cts~ Ii'?l· theso
reasons" tying agreements fare harshly· under"-the Inws
forbidding" .r?st.r<Lints of trade. ": '1.'iH~es-Pl,ca!J1/Hp.[>llb
[ishil/o Co,' 'yo l:Jlih'rl ofl,itl's, :~43t~.8" 5!)-!, 606, aT
L.Ed. 1277,1288, 7:1 S.C!. 872.

N o.,.thcr'/~ :Pacijic'll'lrY. ·,co. y. a'lIlted States, :~3i"")G It.R·:1,' (i,

2 L.Ed.2.d 545, 550, 78 S.C!. 514(1958). They are equally
r~prehellsib~o:;wIle,ther the. tied Q1', the tying .c~mnuodity"is

patented (H' unpa~e!lte<1"whether dcaling illsta(llcs or,nOTl.,.
staples..$ee United Statesv. Loew's, 1/10.,371 U.S;at 4,:kt-t):;
Intern~.t'ional,.8alt ,Co.. v.. Un·it'cd Sla,fes, :132· U.8.•392, 395
396, 92L.Ed. 20, 25-26, 68 S.Ct. U(lD47).

. .
Ill; Mercoid I[--if ,vas held that litho ef'foi·t Iier6 riIade to

cont,rol competition in this Ul1IJa.tHntcd'device' 'IAairiIyVi6~
lat~s".th(J;~ntitrust laws.",,320 U.S..at :G8-!.;Section:271(d)'"
of ,the, :Patellt"L:i\vs,pr()vides,tllut .putCl)t. :o\\,!lcrs shall,not
be :deemed. guilty ,of; ",ill~gal: f!xtension of the:· Pflt9nt .rig-ht,',1
b~ reason .ofh<lvi~g done ono:o1' more of the.enumeratefl
t4ings. ',13Y, ~olistruing this st~ltnt,e to allo~\·-tII~patent:.own13r,
t,o .m.<)llopoiizethe :unp~lte.nt~d .m<lte~Jal ,tlIe'J~olJrt.,,()f., Ap-'
peal,:;;. has i~ effect,s~idthat Congress,.inten~€:il to '~eyerse

~lte.·.1J,Ieh!ol4,,!~,hp~diIl:g, tltere~Y:",4iminish_~I1g the"sc:~pe: of
the ant~trustJaw8;" .

"In:dding''So,- 'however,thci 'Colt'rt' faildd';:to' d~a:l 'with thci:
o'bjectives' 'of·· either ,thep~itellt or the: anthr'ust laws;····Tho·
Court. made· 'no effort, ·'to,'dctennill:e· 'whether' 'Its "deeision'
would' foster· invention'al1d "llmb'i;ati'on·or· have' abeneficiul
or'" ad';'erse effed·'on·· COlHl)ctitlon:The :closest ... the·' Coili't
caml:! .to'suC-hcollsideratioB ''''as' its rCco~l'J.iiti6n.that .tequir~
ing.,Rohm and·,Huas ·t:ogrunt'nlterna-tiyc licenses is: ,'.I:an
attractive possibility" "because 'itnllow's' the 'patentee to
market 'his invention, 'yet' prcsei·ves.cOlllpctition;'ln:the:
Ui-r(:Hiteilted'lllatcd'al (Al'1'7i, :noto,'2'7):;';:

,ie,,,:. . ' .. ':.'; ".i ",: ... '.':,',:,: ',..:",;,-:;.,(,,:<. '>:,-1;;:''rhe .Rohhi and Haas pafcnt elaiJ,lls.,·de~ne.:Ull ilrvention
w~ici.l'usbs PI'011Ullil.. Uu?(:r,}he patent l~\\'s .. Hohm 'hnd'
Haas 'is e'ntitl~d 'loa. sevellteen J~cal; mCllulpolyon that
invention, if the patent is vulid. Thc',lHOJl~polywhiClI",ig

thus conferred il'> the reward which Hohm and II~t\S re
ceived, for,· itR ·resenrch "and ,dey,dopnieuJ,,::{t.s .cfforts':,at
inV'elltiOli·::~n~l.,innovation.· Thc.,:p,ur'llhscs.·... ot:·· the .. 'patent
st~tute,,arc ,fulfilled by· this ',l'ewaI:d.

As,thisCourt'didirtDeep.s·outh, the Court of Appeals
sho.uld:huYeconside'red Hohm and Haas': claim .Hinligllt
of this Nation's historical.alltipathy to: monopoly mlc10f
repeatedeCingression'ul·effol'ts to pl'cserveand:fostcr' co'lll~

petition." +06U.8. at ,5:30. The CoU1~VS quotntioIlthere
is equally applicable .here :

[I]n'rewarding:,n's6ful illvention, th~ ,'trightsaild weI;.
fare'of the-comTtlllnity nmsthe fairly dealt. with and
effectually guarded." Kendall,y. l-Vinsor,21 How. 322,
329,16L.Ed. 165; 168 (1859).

406 U.S. at 530, 531.

Priorto the issue of the Rohm and:Haaspatent anyone
was free to sell propanil, this freedom having resulted Jrom
the invalidatioil,-aild ~llbse(luent dedication to thepnblic~

of Monsanto's pat,ent',o11 propanil. 'Rohlll,. and Haas 'now
seeks to take thi's right from the public by means of a



n - 10 (No. 47A) TEXif (P'I'qj 4-10-'80

,Pub1ish'cd;hy-THE: BURE,AU>OF NATIQNA1{A:~;F,AIRS,JNC;,,~A:SHING:rON,-. IJ:C.. 20037

old":llsele~schemicals than, w:ith··old chemicah;,having'olllC'r
uses: or, with, ,entirely· new ehemicals,. in: order·to discov:et, a-'"

d~sir~,d:,;cllem~.c(ll, propc.riy,:

T~erc is, Ilol~e<tS0Jiable basis ,for'a~sumiJigthaff()l'bid~.in~
monopolization 'of unpatented. chemicahi ,:''''i.l1'h'a:v;e, a:rt,:~~-;:.
verse effect upon research and development.: 011 the' coh-'"
tra~y,

[':r]hete 'is a eOlt'senslls. riiriong tllo'~e~iib':'h:aY~:, ~6¥:"
sidered;;thc' question that, : iii "''',ie\v·of<the'· s~bst~i1tial' ':
uncertainties inherent in the: process of' aevelopingand''''
patentine;.~ ne:,,, ... iIl,,enti?n,. a I1y .ine.re,men,taJ,,:i:pcr~as~
in patentee~incoine' that mi~ht·· rest'llt 'fi·oni;.p~rIni~ting
licensing,;schemes'::that· w:?uld-' otherwise' "vi~laf{{"'~he';"
antitrust laws would :Oc'lUliikely:-tq affect,--a ·paten'tee's
init-~'al·.decision to . invest in" innov,ative,a~tiyity.:.P,.
·ATeeda; [Antitrust Analysis); ~al\ ,'494(£1 ':at4~~,'.(2d:;"

ed".1974]:j ',~llrneri [rehe PatentSystem·and :Com-peti-
,livcPolicy], 44 N.Y.U.h Rev, at' 458-.4GO, 1G3H'19G9);

GibhonsJ Price Fixjllg: ,~~} ,P.a~eIlt:L~cqrls~S,a)l.dJh:e'~\;llti

trust Laws, 51 U, Va. L.· Rev.. '273,. ~?6-77 ... (1993)!,
Furth" :Price~Re'st ricti'·C ,pafent: "Liccnses'tTndh'< the
:t?h~r.mp.n:~,\ct,-}J,lIarv:L.Rev~ .815i~~9,&: n.:,35'(1958).

Ma1i~I'itl!Jt(l-11: :lllills~.ln.c.. v. Congol.e~Hn,.bidI~stt;ie.sJ; 1119.~.,'203
U.S,:P'9:.81; 91, .... ,....... F.~d •.,......" •.'(3 Oi;'.1979) .• Without
sU~h;;,:~l~~Opqii~a,ti()~~,; the: la.,v ,',sigi,' ~.ffer~,.: the< o~n'~~"9f a
method.~p~t~ilt:.t,h9· e~ci~sive ~ight,to ~se:,thQ .. :we.t.l1q4, or
alt~~na·tive(y.,~ll' ~pportunity 'to 'grant 'li~e~l~e,s,)'-pn".·,lk:,l·ea-

sonable n?n-di~~rinlinatory basifi others' ,all~ thus..,)~eap
its re,,'ard'pro'peTly:' ' :; '~C',..

~A.~t\1aIi;,'his' mqre. reasonable,-to ~ss~me,',th~t' forbjdqing
su~h monopoiiz~tion~ay foster,r~s~arch.. aAd'.develp_pment.
Those, w~o'~is~. to colIlpete fn't~e',m~,~ketin?,of.it4:e tun:;
pat~nted:matdrial .. will be ~il:(}o,iu:a.~ed t?,de,~:elo~,~~re';,~oo~
norriical. processes for' making t'he 'nla"t,~~i~l,', pr'!?6~~,~r~sir
able formulations of themateTial. This"~~uld" res~lt in
10wer'cost.·to,useTs and:better perfOi'nia,nCe from' the 'pae
ented process,

The: p~blic' ,inierest-·· :1s .at·: s~ake'.Jl~re~;·Hol1m':,:hrid·:}Ifr~'~. __ "
seeks totakesomethili~of ~,ril~e.,fi'~~ the Imblic'Jl~ine}y:-,:
cO~lpetition iiIrth~, ~~le (if. an~{n'patentedch;em:iYlll'm}d ,~~1,
of the: .adv,~lltag:~:,to: the public 'fl?w;ill~'.frorri .S}IC}{,c~:llt?e~ '.,'
titio~. This 'doe's n'ot mean that t1ie'-'ri).e,th6d·'p~terit)shn>,~,:'

:", ",', . :':.' ....• <,,: '-,! :,.":':.' :":,, --- : :') (','" :;(.!:;">'; ,
dered'worthless, but to the 'contrary, Rohm 'and 'Haas can
sell:.pror:tallil,)t ~,an qQll~cJ ."T9Pf;01H\b~c-,'IlOIl~(lis C.;ipl~.a,.t9ry
royalties from the lllanufactUTers' 'of 'the che.,~ic.aL· o'r::,the

,,'''.'-';;''', """"'--'

users o,f the. I~ethodt .. and it .~an also hring sui,ts, to .~top

oontribl{tory infloingcrs wllo,.li,ave"refnsed' to talh:::, 8 'rc~:so~'~., .
able .non'~discrhninatory·licens?: 11;1~IC'r tIl? patent Al.te~a~-, .
tively, it ean use one· of tl!C other ,\·ay~· descri~;cd,'~U?r~~
Section 5,. toexp19it 'its mqth?d'pate~lt~~us,~'Ohll,(,~nd
Ha(ls l~l~y ?uve its ":re\\~ard"-,base1~l1Q~l'it~:_methpdpuf~Ilt,
but ~t. c;unllot ,1~avc·an-<l.(lditi'Ollal· 1'e\~:'ard _'of p. lllOI19Poli '~I:l
an "unpatented, chemical. " , '

The ,Coup!'!:" decisionjIl, this, casewilI llllye;:nn:lo,no,nnoui;!' L~

effE:lPt upon ~OJllpqtitionin: the'UI).it('clStnte~;':P.robhbly:mo.st~,?
patentscQve-r· comhinatioJ:ls'or,; proee~ReS:' w]lh¥t ut~lize J}on-",
staplo elon,lents, SUb~collloit1ations otmatcrials,\vJli'cltdol'm:,,:'
a materi.al pa-r't. of the, iilvent!0ll, and have no silbstantial
use outside the invention, In many cases the patent o.vner,

finds it worc, convenient,or profita?le .t~In~rkeF.;I.~s:~:th.a,n

the whole 'of 'the invention. If the,C~'urt·oiApp~.&lst,deQi.siog,
is affirm.ed, the,Dio~opoly a.fforde,Q.,;th~~e pMent 'pwn,e~s,".bY

" ''''" ',", --, ,,' '. '., ,', ,-- l" ," '

t!in~ ~rl'allgemcnt. ~oallow this wouldllotbe,c1~aling

f~irly"~v#h}he right of)h~ community to freely; engage in
cp~pc#ti,o,~ in t~e "lll'arketillg' of ,unpatented ,materials';'

7. 11le,PubIic Inter~stis Best. Served" by,LinlitiIlg the
J:'ateI~.t' Mo;r~p~lyto tb,e Invention; Oo~eredQyth.
Patent, Claims; ,

_', The:'~-ecisi~'n:bel0W', if ~,~l~tail1cq;-\\?lLhl\ve'an a.dJer?c efM
fcct not',only Ul)~n .petitiol1CrS ..h~~:~il1, but'_l:!lsonponJhc' pur
chaSel'S~lH.Lusel·sof Pl'OPU1,lil, su~h as the,' ric~~prodllci~g
farplc.i'~ :alld.t.hc~'orisU11fingIH1blic~_lJ'lle Fifth- (Jil·~t1itls:d,e_ci;"
s!on:permitsRohm andHa:a's,~tolllOllopoli~e salesof-'fjI:Ol)U'~

nil,un -unpatented .andl11iPiltentablc'_cOliln16di~Y;-f(j'J;,·sO.},?'Il~

asit.chooscs during the life of itsmcth6d'p<\tent. At pi'e~elit,

Rohm ,rind"H~as]~efusesto li~ensc.anyon'c,else,'to, n~;1ke,.a,ncl

scll'propanil, anU,there.'is' nO,'reason" to, hclieyeits "pol~c~

will change in· HI0' future, As n I'CSlllt, 'dhc' Ill<1i'I~~t;f~r
p-rop.n~lil .is l',CI}IO'y{\d ,from ,cmnpe,t~tion_fro:rn 'Ul'9.duccrs,of
~rop·nnil"s,~ch".~~"reti,t~()IwrS. ' -,,' .", ". c'

:AlFthe benefit's'<that ,flO\v trom the' urit'rishained;itl.ter~

actiollof_cOIIipetitive :fo'1'cc8,' sU'ch:, a~, 'attaiiun:ctlt~f ;tlH~ 'io,v~
est'price -and, the highest 'quality and thc oVerall Dvtimum
aIlocation ':,of'e:cOllOTIlic' resources;,-rire '" flIerchy':s \\'epffi'oT
th~: propanilmar~cL:pU1'chas~~s,a~~, ,u,sersof. prO,1)al1il\\vi1~
00'un~ble -to' select, fr~ul"a,mo~lg'sev~,ral alferlla~ive',sourc~s

of':stipply, tha.~','S'OU'~·cc,',whic~I, offcrs'tfie;u~ the. be:s(,:R~'od~~ct
at' thc"lowe'st pi;(ck,'<)ll' 't~rill§' and ooii(l'itioi~s;,b~,~t'S~l,i.ted·,t?
their businesses. Rolull and lIaas will tlius:b~ able to set
for prQ.panil:" ~::pr:if.l:e.)ligh.Gr ,tlu\ll ,<luy,·it"Ol;' :·l1ny·;jiCelli:3.ed
~,qn;lpeti.to~·c9111.t;l; ,expect to e$tahli!:;l1hl '£Lcompetitivc, m'~r::.

~,ct,.R P-ljC9-: totally;unreh,l tcd to D,ll)'J'OXalty it- eoulde~Jlect.J9
rl?ceive ,fropl, l~c.ensed.JJ-!3e1's;.01' supplic.J,"s. ulllle:r.. lcgiUmate
lic~nsillg al'rangcmQnts .'lJ.ndq1'· it,sc.J.llcthod,·vatent,.·.Fol':o:the
rice~producing,fal':rnQr, for; .exmnple, .this., :wil1~.··:-resJllt·;,ul

increased .costs and, :decrcasml;''1Jro,iitability: of:, produc~ng'

rice,which" will ev,r:;:nhally be J·tdlectcll in; :incr~asea,costs
to ,the consuIlling:public"Front: the. '~'icc farmer's standpoint,
the Fifth Oircuit's;"decision Eil;;p po~eS",tJIe threatthaLltis
supp,l! ()fmueh-~~c:decl;pl:opal1i1~onI.(l, be" il~telT~pt\}d sl1o,llld
Rohm ,~lid 'iI~~~t' :~s' _the' 'R;Olc." suppli'cl.

i

,. ,f~)'i' so;i1e. rc~s,()l)
become.unable, ..to;mc~t 'th~ tlp'ill~ll):d for '1)l:op~,niJ. Such' riA
int'erruPtion'coul(l,:ta,l~c it:-; toli ill tliq, 'f9hl~', of rui~1Cd or
diminis4ed"ricc crops.

Rohm and Haus--hascargued,thaf-'itis"'impor'tant"f<)l; the
owner; of, a process,:-patent ,to bealJle' to in6ndpoliz~:~n'on.;;,

staples in order to provide ilh economic ince-n+ivc;todev'elop
new,uses for chemicals~ H. ReCI!lS s'C'1f~evidellt;tli:lt <chemical
mam1f'acturingcompnnics, sudl as Rohin"und J-lHas:·hav~

an, economicincentiv-e in >dc~'clopingnew:usesfcir chemicals
that they .mnlmfacture,-:\yhether ,thc :c.hmilicals. ij,re· staples
or 1l001staplcs.'1\ s6ur,ce relied upon by amicus SllPP<)l:tin-g:
Rohm and Haas13 has reported that a companYlllusfscreen':
7,Q<Jg ..C~IllP?1111tiS,tO fhld., .opecpmmcr,cially, :"tiu?cess ful
agricuIturalh~rbi~i~e. T'here, nec~ss~,rily. had' ,;to:bc., Illany,
many ·.·st<lple'· chc~licals, ',among. this ·.gJ:oup, of' ;7,000;; COlll

pounds, Oertainly, there is'rio:basis fcii·'.statingthafjust
nonstaple chemicals will be screened ill,al}. att~,~pt,to',fil1,4>

commercially .suc~cssful. agricultural"herbicides. Indc?~~...it'
seems' ',no 'more "likely that 'one, would"ex~~riment :with

l~:k \YedlRh~.r·. l·t.: nI, Rl'ltlllafio/lo! fhe :Po:~sibl('.1IUp(fct,of-P('.~ti.
tide. Le!J-i-sla,tiol~ on .. llr,w'arch. a.lld J.h:v{:lop"~l:llt, ..lclil'i.Ii(',s of
Pe,~ticitlc. Jf(fllUfllclu/'(.,..~ ,(1!l7;i)' (El1\'i'rolll\H'lItal l'l'lJtl,pti,lIt
Agency publil'lttioll gp1\..,i-\.0/0..:.:....,75-018) 0 '
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their;patents will havc:been extended to inc.lude these un~

paten,tcci elements, subcombinations and materials.

8. ConclUSion

For the reasons 'stated herein;. in the Petition, and. in
the Anlicus briefs filed in support of the Petition, the
decision of the Court of Appeals should be reve"rsed.

Respectfully submitted,
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DAW80NCHEMICAL COMPANY, ET AL., PETITIONERS

V.

ROHM AND HAAS COMPANY

ON 'WRIT or CERTIORARI TO THE UNITED STATES
OOURT,orAfPEALS rOR THE F'IrTH CIRCUIT

IlIlIEFFOR THE. UNITED STATES AS AMICUS CURIAE

INTEREST OF THE UNITED. STATES

The United States administers and enforces' the
federal patent and antitrust laws. The public policy
Interests underlying these laws require that patents
)jot ,be employed, to suppress .competitionin tmpat·
~Ilte;(]",p.aterials. To protect these policy interests,
this Court developed the. patent misuse doctriri'e/The
deCision ,below would exempt from the misuse doc
trine a patent licensing policy that attempts to mo
nopolize the sale of an unpatented product tlsed only
In a patentedpl·ocess. The'deCision of' this' Court in
this case will have an important effect oricorilpetitiOli
In,a lll11llber ofindllstries where unpatented materials
are madefoi·use In patentedlllachines or processes;

QIJESTION PRES~N1'~D

Wheth~rCongr~ss i? enacting 35 D.S.C.. 271 h,
tendeclto elin;inate th~doctri~e of patent misuse ip
th,e. situation where th~ holder of a. process patent
l1se~ his'. patent to suppr,:ss competition in. an un
pat<mted product that has no substantial use e!'cept
In the patented process. . ..

STATEMENT

5••Respondent, .Rohm and Haas (Rohm) ,holds a
patent()n~ process for selectively controlling wecds
in crops such as ripe by applying the. chemical com
pound "3, 4- diehloropropionanilide" (propanil) (Pet.
ApI" A-51). The value of the process patent-the
Wilson patent-is that the m.ethod'itdescribes elimi-

: :.', c_ ..' •.: ...... - .... , ..'- .•.••.. _ ,; • -< ',,- .. ". ,-, .. :.
nate8th~ need)or hand weeding (Br. in Qpp. 5).
Propa:niiitselfisunpatented,' and has no commercial

1 Prop~~ilwa:s:: invented" byaMonsaI11;() Company. ch-9mist~
Dr. ClarencetH1:tffman,;in:1954-1955. -Its -herbicidal qualities
wer~; reG1gnize~Lin a 1957; pateXlt applicntionassigned,tp
Mp~s~nt~;'butlaterahandonerl., ~ee Monsant~Co. v. Rohn~ f
HdasCo.,312 F. Supp. 778, 784, 795' (E.D. Pa. 1970). By
1961,':pr'opanil',\vas 'in public use 'withoutpatent"protectiori
(id. -pt795),." Between 1958 nnd U)63, Rahm attempted to
patent propanil;.its claim ~was rejected as unpatentable bl...'-

use other than In the Wilson patent process (Pet.
App.A-5).'

Prior to issuance of the Wilson pateJ;lt, petitioners
sold propa~il in competition with Rohnl(Pet, ApI'.
A-52).' Afterjssuance of the Wilsonpatent,each
of these firms asked Rohm to,issue it a license under
the patent (id. at A-53). Rohm refused; it licenses
Its patented process only to those who purchase pro
panil from it (id.at,A,53).' Petitioners were left
with two. choices: (1) discontinue sale of the unpat
ented propanil, or (2) continue to ,sell propanil and
contribute to their customers'. (],irect Infringement of
the Wilson P'!tellt. Petitioners chose the. latter course
Iibid.).

Rohm sued petitioners for contributory infringe
ment,and petitioners defended, charging, inter alia,
that Rohm had mieused its patent (Pet. App,A"50).'
'rhe district court ruled that whether Or not petition
ershadcontributorily infringed the Wilson patent,
Rohm was not entitled to relief because its tying of
unpatented propanil to the patented process was 'pat
ent misuse as defined by decisions of this Court cuI"
minating in Mercoid (:m·p. v. j'>1id-Continent Invest
ment Co., 320 U.S. 661 (1944). and Mercoid Corp.
v. Minneapoli8-HoneYUJell Reg1,latm- Co., 320 U.S. 680

ca~se it wasdesc:ii'b~d.i.n_;th{prior}lr,t:,(id.:at 783)., On May
7, 1968, howeve:r; 'the P'atentandTl::1demark Office ,issued a
patent, assigned to Monsanto, 'on acIaim topropanil (ibid.) ~

Prior-to)ssuance·,6f the -Monsanto p.atent petitioners paw'son
and Crystal, 3f-i welL,as Rohm, had so,Jd: prpP<1nil, and all e()n~

tinned to market prop~l.Ilil after l\fcm'snnto obtained its patent.
See M01'l~;anto Co.'V. D(t:/vson Ohemr"dtd Co~; '312 'F.:Supp.>452,

' 454 (S.D;Tex. 1D70}.,;:11Ionsa1J,tQ; Co. v.·Roh*,&'HaafjLCo.,
8up-m, 312 F. Supp. at 7'95. Monl';anto there'upon sued for in
fringement. A judgment in the Eastern District of Penn
s'ylvania in favor of Rohm was affirmed in Monsanto Co. v.
Rohm & Haas Co., 456 F:2d592 (3d Cir. 1~7f), aff'ing., 312
F. Supp.778 (RD. ,pa.1970); and ajlldgment against Daw
son and Crystal in the Southern District of Texas was re
versed in!Monsanto .Co.,v.:'Dawsoh ,Chemical Co.,A43 F.2d
1035 (5th Cir.1971);,·ev'ing312 F. Supp>452 (S,D. Tex.
1970J. ,cerLdenied;A05 U.S. 934'(1972),. -'Both courts of ap
peals ruled ,that the patent was invalid;' 'therehyleaving pro
paniIin the public domain.

i The parties and the courts 'in this' case' :refer' to a'product
such as. propanil.with no lIse '.exce,~t'in 'a )Jartl.Clllar,'process
patcnt,as.a "nonstaple""- (Pet.. ,~P{):."".A-6 n.2),~ '. '. .-

3 Helena C~emicaI .CRmp~ny, :~'def~l~dant bel~w, also pro
d~l?edpropal1il'(Pet:· App. A~52). Helena~s participation in
thcp,etition in this Court :Was, d1~missed. pursuan~ to Rule 60
on December. 6, 1979. .

4 Respondent sells' propanil in contninersbeal'ing'lubels
that desc.ribe the methodof:'Usc ·covcl,cd·by, ·U{e;'Wilscl!i':patent.
Purchagers .of, Rohm's propanil nrethusimpliedly licem>cd by
operntion of Jaw to use the method .disclosed .in the Wilson
patent (Pet. App.A"53).

IS They also filed antitrust counterclaims .alleging Rohm' had
viohtted Sections,l and.,2 of the,..ShermaI1,1\ct, .15 U.S.C., 1 '
and 2 (Pet. App. A-6) .. Neither the district, court nor the
court of appeals ruled on these counterclaims, and they are
TIotbefore this Court.

P'ublishedt;y:THE':EiUREAU OF NATIONAL '·AFF~:AIRS~:m:G'.,;.W:A$HINo.TPN;":D~C>20Q37



ARGUMENT

I. THE COURT OF APPEALS' BROADREAIHNG'OF
THE,S,TATUTE CONJ;)LIC'l'S WITH LONGS'l'AND.
ING PIlECEDENT AND. THIS .COUIlT'S S'l'RICT
CONSTRUCTION OFSEC:TION 27x' ..... .' ,

The court of appeals' opinion effectivelyabrogate~

patent nlisllse. principles carefully develop,ed b". this
Court in a long line of casesdecidedowthc last(i?
years. In so acting, the court of appe"l~, fai1edte
follO\v tenets of statutory construction this COlll-t h~s
ap,plied in recent cases inte.rpretingScC~iQng7Jo'

If Supreme Court precedent had. beenfollowed here,'
Rohm's conduct wouldhavc been. judged.p,,!",\\f niis.
use. ,The. court of appeals conceded as m1ich.(Pct.
App.A-28, A-30)., Beginning with Motion Pict",re'
Patents Co. v. Universal Filon Man,o/act"'ring9q.,
243 U.S. 502, 510 (1917), this COUl-t ~as 1Ihifol:;';ly

•* .'*•..6',Section 2,71'prpvides in; re.lev~ri~ part:

(c) Whoever sells *" "'·'!'a,material ontpparatus for'm::e
in 'practicing;a.pateilted';:processi' constituting a' 'mate"ti:il
part of the:jilVention, ,knowing the sa,ineto':.be- espe'cially
made or especially. adapted' for use in an infriilgement of
such patent, and not a staple article or commodity,of com
merce ~uitableJor sllpstantinl,noninfringing usc, shall, be
1iabl.e,a~,a contrih~ltol'Y infring~F'

'(d) No patent.'o,,,'iwr oth¥rwise.cntitl~d torclie(f~r
infringcmentol' con~tihutory infriilgcmcnt, o'f a patent
shall bC"denied reliet-or deemed guilty of mis'use ?r illcgnl
extension' of the 'patent right bJ' reason of his having
done Oneal' ;'m-or~i of the i following: (1),: derived rehmlie
from acts which if performed by another without' his con;;
sent would·constitute contributory infringement, of the
patent;{2) licensed or authorized another to perform acts
which jf performed' without 'his. consent" would,constitute
contributory infriIigementof the patent; (3) sought to
enforce his patent rights against:.infringemenf'or con
tributory infringement.

'I' The:, district CO~l:t reserve~.fo~.laterpr6ceedili~s,thequ~s

Hon ofreasona~fe 'royalty ra~cs,' ,:md the number of licmlse
offers to other marketers o~ 'propanil riecessary to di~sipa'~~
the misuse (Pet. App. A-90 n.20).
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(1944) (Pet. App. A-49 to A-90). The district court . out permission~. ' ~ whatthepal?nteei~~e.lf)SdOing"
.' -.: c',· .. " ......: ', .. : " ',.-, .. : <'" .-: ,- ',' - .. :.." " ", " -, .. .. .' '•." .. .... ("' .. ;, ..... r~. "" '..... c .. '-" .. ..

held that '35 U.S.C/271,whichdefines certainactio~s(ibid.). .' .... . . •" .... i
that do not constitute patent misuse, doe~ ~ot.}m- SUMMtRYOFi\RGiiMEN~

munize a patentee whO engages i~licensi~pi-ogral11s It is undisputed that respondent's refusal to license
that foreclose competition in nonst",ple al-ticl~s. lid. the use of its patent except to those who purchase
atA-79tok80).' The courti'easoned that Section gr?paniifl·om. it constitutes. patent .misuse unger a
271 was .enacted J;ol1mita."broad ~ictum"in the long line of this CO\1l't's decisions, culminating in the
first MOl'coid case tbatseverely restrictedimy use Mercoid decisions in 1944.. The o~ly issue is thus
of the doctrine of contributory infringemcnt as a whether that conduct is never\;helessprotected by 35
means of. enforcing combination and process patents U.S.C. 271 (d), enacted in 1952. This Court has re-
(id;at A-60toA-61); Thus, while Section271."~s- peatedly .stated that that. section is to be. stri~t1y.con-
sures the viability of contributory, infringement .ac. strued, Absent·. a "Clear' alid'cettairlcslgn;,] from
tions'~ it-does_not-'·s·aiilc~:Jn·-R6hll~'s"_'leffoi·U>t~:.5?r.rier Congress," it is- not to be-"read, as, over_ruling_p~'ior
the'marKet;on 'alhjales 'of .unpatented' 'md 'itnpatent- case. law' ;limitinga' patentee's:rigbts;'(Deeps'o,Wh
able gropanil" (id. at A-67 to A-71). Theeourtcon- Packing Co. v. Laitrarn Corp., 406 U.S. 518, 531
cl)1dedthat to avoid the patent misuse defense and (1972». "... .......
grevail in a suit for contributory infringement, a There is no such signal here. The plain language
patent holder marketing nonstaple comgonents of the of. Section 271 (d}allows, respondent tosellprop:,,:nil,
patented combination or process l11ust first offer li- to license the use of the Wilson patent, and to sue
censes to others marketing those 'components (id. at thos.ewho sell propanilwithout a license; It does
A-79toA-80,A-90n.20).' ..... .. ' '. not permit respondents to condition>itsJicenScs!6ri

The court of appeals reversed, holding that· apioc-the1)Se of propanil purchased from itself:!lmpoSm6~

ess patent holder may condition the licensing of its of thatcondition,·,whichties:the:licensetli'·use 'tIie
process on the purchase from it of an unpatsnted, patented process to the purchase of lll\uhpattmted
nonstaple product used in practicing the process, and p,oduct, is the precise conduct that.constltutcs,.patent
that such conduct does not prevent recovery from misusehere.;,;it.isnotsanctione.d pythe language, of
colllpeting produce", of the nonstaple product for Section 271 (d). ]\fordoes; the legislative history jus-
contri?utory infrin'gement(r'et. App;A:-42). It tify readigg Section 271 (d) .asapproving this con"
reachec!tpis .conclusion because i: readS~ction 271 duct. The Senate and,IIouseEeportSj~gree"that
(d) (1) and,. (3) ,a~ a~thorizing Rohm'sc?nd1ICt: Section271w~ intendod .to codifyandiclarify the
R~hlllhad simpiy e"crci~ed it.s"rigl1~ to sell the.item jUdicially-develope<i.ppnciplespfcpptributory in-
as one competitor among many freely competing" fringement,. of w~ich. p,,:ent misusei~ap~rkand
while enforcing "its paten~against those <I0ing with- the congressional debatesconfil~1)this 'lieyr.,A,It?O~!\,1)

'. the hearings on the bill tll"t became. section 271' aj'c
ambiguous, that ambiguity isinsuffidi~~ttojus.~A6c
thebroad reversal of controllingprec~delltango)1I\C7~
bytlie court' ofapp.,ials. '. ., ." .,
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pmhibited any, attempt by it patentee to employ his
patent, by conditional licensing or otherwise, to re
strain competition in unpatented articles used in
connection with the patented invention. Ca"biee C01·p.
v; Arne?'iecm Patents Develop?nent Corp., 283 U.S. 27
(1931); Leitch Manujaetnring Co. v. Barber Co., 302
U.S. 458 (1938); Morton Salt Co. v. G.S. S,ippige?'
Co., 314,U.S. 488, 490 (1942); B.B. Chernical Co. v.
Ellis; 314 U.S. 495 (1942); Mereoid Corp. v. Mid~

Continent Investnient Co.; 320 U.S. 661(1944)
(Merc~idI) ; Mereoid Corp. v. Minneapolis-Honeywell
Regulatot· Co., 320 U.S. 680 (1944) (Menoid II).
Under the Court-developed patent misuse doctrine,' a
p~tentee restraining competition in the sa.!e of un
patented parts of hi~ invention is denied judicial aid
il1~rlforcing his patent against direct and contrib,u
tory infringers until ,his misuse is abandoned and its
effects dissipated. Mot·ton Salt Co. v. G.S., Suppiger
Co., supm, 314 U.S. at 493 ; Leitch Mamtjaetwring
Co. v. Barbe,' Co., ,s1tp"a,302 U.S. at 463; Carbico
Corp. v. American Patents Development Cot·p., supra",
2$3 U.S.at3l. In sum, these precedents establish
that "every use of a patent as a means of obtaining
a Iimit;edmonopoly of unpatented material is pro
hibited.", LeUch Mannjaet",'ing Co. v. Barber Co.,
supra,)102 U.S. at 463. This prohibition is "inherent
in,:thepatent grant, [and] is not dependent upon the
peculiar function or cha.racter of the unpatented ma
terial 91' on, the way in which it is used." Carbiee
Corp. V. Am~,'iean Patfnts DevelopmenICory., supra,
283 U.S. at 33.' ' , " '

The Court's patent misuse decisions, confiriing a
pate'ntee's right to exclude to a scope conlmensurate
with his invention, refiect a national economic policy
favoringfr~e competition. Under these decisions, the
express clairilS of the. patent define the limits of a
patentee's privilege, and he may not use his patent
to. ,secure exclusive rights that exceed those limits.
SeeMotion~ict""ePatents CO. VI Univenal Film
Ma",uja,eluri",il Co., 81fpm; Morton Salt Co.v. G.S.
Suppiger CO.;'8'tpm.' ,Indeed, ,this Court's decisions
dating back to 1917 have held that "a combina.tion
patent pi'otects only against the operable ap~mbly of
the., whole and not the manufacture of its parts."
DJt'P¥o1tthPackingCo. v.' LilUmm C01'p",406 U.S.
518, 528 (1972); accord: Am ManujaeturingCo.v.

,-jl'The sarri~:'principle :applies -,;"nether the' unI1atented'pi;6~":
llet isneccgsary to the operation of .a patented com'pinnllon
(Carbice Corp.,' 8'i£pra; j1!c1'c6fd laud ilfe1'cMd II; supra),
ora ma.~erial,use(l in pra,cticinga patented process (Leitch
Manufact1wFng Co., supra; B.B. Chemi.cal Co" .'mpra).

9See nlsoEth1l1 GaBolhie Corp, v. r./llited States, 309' U.S~
4$6~ 456 (1940); Aro Ma.nll!flcturfll{l,Co. v. ConveI'Uble Top
Replaccmmit Co., 365 U.S. 336, 339 (1961); McClain v. O1't
mayer, 141 U.S. 419, 423-4Z4 (1891).

,
Convertible Top Replacement Co., 365 U.S. 336, 344
345 (1961); MotionPieh",e Patents Col v. Universal
Film Manujactnring Co., supm, 243 U.S. a(510'513.
The patentmisuse doctrine is thus consistent with the
pro'competititm policies of the antitrust laws. See
Inte?'n.ational Salt Co.v. United States, 332 U.S. 392,
395-396 (1947); United States v. Loen/s Inc., 371
U.S. 38, 46 (1962).

At the same time, the misuse doctrine furthers the
pro-innovation policies that ,are at the heart Of the
patent system. In a tying case such as this, for
example, innovation' iSicwal;dedand thereby encour
aged· by granting the patentee an exclusive· right to
practice the process he has invented. But extending
tha.texclusive right to the marketing of a non-innova
tive chemical product to be consumed in that process
wouldbea disincentive tothepossible discovery of
bettel' ways to produce that jii'oduct or of a more ad
vantageous alternative productJO-the very types of'
discoveries sought to be encouraged by thepa.tent s:vs:
tem." It would also, of course, be a disincentive to the
possible development by others of non-patentable ef
ficiencies in the production or distribution of that
product, which the policies of the antitrust' laws seek
to encourage. The misuse doctrine thus serves both
patent and antitrust policies and is antagonistic to
neither. .

To validate Rohm's conduct the court of appeals
read 35 U.S.C. 271 broadly, as substantially limiting
the foregoing case law and' the longstanding poliefes
those cases reflect (Pet.> App. A-30, A-47 to K48).
But this' Court has stressed that Section 271 must be
strictly construed "in light of this Nation's historical
antipathy to monopolyc' Deepsouth Packing Co. ,
Laitmm Cot7'., supra, 406 U.S. at 530; see also
Graham v. John Dee?'e Co., 383 U.S. 1, 7 (1966).
Thus, in intel"preting Section 271, patent rights
shOuld not be expanded by overruling or modifying

10 The l,atter consideration is probably not involved ill the
pr~~entcase, however, ,because the patented; process appears
to bespecific to prbpaniI.

11 There ~r..e, however, some countervailing considel'ations.
There might 'be' margimllly more- incentive to discovel"' other
us.eS for a chemical 'Such'as propariil (thus, converting it'into'
a ,staple) if thealtermitive fOl" the,potentialdiscovel'erwere,
to be foreclosed from mar~eting :it, altogether, rather ,than
merely to have to pay a reasonable royalty to do so. (On'the
other hand.. those already 'producing' ahd. marketing :it for' a:
royalty. might be more:likclyto attempt to discover ,other uses
for'it.) And, of course, the- incentive to discover,'!. new and
usefulproccRs wouldbc increased by the prosp'ect of a mC)l"(:i
extensive monopoly reward; with concomit,Hlltly enhanced bar
gaining power with respect to the terms andconditionsuuder
which,licenses may begrallted to market a uonstapl~-product

for llse-il1'the proccss~ Suchcol1sider:ltions conceivably could
persuade Congress to change the legal principle govel'uing this
case, but, for the reasons stated,in this brief, we submit that it
has not done so in Section 271. '
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._1.2 The court evidently was 'alsbiinfluenci:!d-by' the belief that
U[al_general, licensing .obligatiOI;r"is, foreign to-_~::_I3.J:aWto:r:y::

scheme in which patentees are }l:ee to suppr~ss :_~tir_elY ,Of,
reserVe for themselves' their in~'eritions/' .{PErt. -App. A~44
n.2.7}. But the 'statutory' scheme does not:.'permit,a patentee
wllo .elects to', JicE:!nse his p,a.tentth~:option: of: inclUding, ally"
conditions he cho{)ses ,inthosel~ce_l1ses·. ~ee.·e~f!.~,':'~erc~i~ 1:,:
S1.tpra, 320"U.S. at 666; An~mi'CO~ V. 'Uniroy~i?'i~c~,.' 306:,
F. Supp. 541 (S.D: N;Y.l969j, atl'd in relevantpaft; 44&'
F.2d ,872 (2d Cir. 1971), ceIi. denied, 404 U.S. 1018. (1972);
Nat'ional Foam Syst~m, Inc. v. Ul'quha.rt, 20~_F:.~d_,699 \~d.·
Cir. 1953). Specifically, he may not condition th~gr~mt of a
license to use the patent on the purchase from him, of .\In:""
patented aJi:_ic~esassociated,,ylith. th~~atente4"pm~,ess.,MO~ion
Pic.tU1·,e, paten,ts C:o.,v... Universal Film .Manufa,cturing ,9q~,:

supra, 243 U.S,at 515; M,cCullollgkTooZ Co. v.Well Sw'veys,
Inc.., 343 F.2d 381, 407 (iOlh. Cir. ,.,1965) '.F!:r,eform.ed:,Linc,
Products Co. v. Fan'/l~r,1I1a,1lttfa~,tun:l.w Co.,3;28.'.F;2d265·,:
276 ',(6th Cir~ ,1964),Having cho~~n, to lic~n~c. the Wilson
pa~nt, 'Rohm.was thus obligated to 'do so in' a,:Ti1a'nn~r.con~
sistent with both the terms' of his patent anci tlicpi·eservatiori'.
of compctitiori in the unpatente~'product;)Jropanil..

sectiOn (d)(3) permits the 'patentee to bring suit to
"enforce. his patent rights against infringement 01'

contributory infringement,"thus permitting Rohm
to sue unauthorized sellers..

Section 2.71 (d) is silent,. however, on thedssue of,
~l)ether, Rohm may" wtthoutmisusing itsqiatent,li,
cense.the u~~ of its process.oll.conditio!! that .the
licensees buyunpntentedpropanil ~ronl .Eohm.c;This
is~_.ue is critical" fo~·:the: es~~nc~ of patent misuse:,js'
the .exclusion of competition by licensing only those.
who agre~ to buy the u~patented article fJ:;Om the
patentee. SectionZ71 (<:1hwhich pennits Rqh)II .. t'!.
seli pl'Opall-il, to license others to sell propaniUor us~,
in the patented process,; and to file conl1:ibutoryin'
fringement actions against unlicellsed s~llers, simply.
dges not a<;idress the precise COrdllet thatconslitnte~;
the misuse. . . ., ,- .

Indecd,' the'court of appeals identified no )nngullge
in the statute specifically authorizing Rohm;s conduet.
Rathe~·, it~vas the CQurtts "inlpl'ession",,~h~t, \yhen
suhsections (d) (1) - (3) are read together, they per
mit a' patentee to limit licensing to thos~ purchas
ing an unpatented, nOhstaple colllponent from him
(Pet. ApI'. A-42). A primary basis for this impres
sion. was the court's conclusion that the only way to .
give meaning to the authorization to license in.
~d) (2) is to interpret (d) (1) as granting 'the pat
enlee the exclusive right to sell the nonslaple.\' The'

.court explained (Pet. ApI'. A"42) :

[T] he rights to license another to. selIsllch un
patented' items [under Cd) (2)] would be ren,
dered worthless if the only right conferred by
(d) (1) were the right ,to sell the; item as 'one
competitor among many, freely competiug.Who
~ould take a license, and on what terms,if.any
one were free to compete, and the. Jllltenteehad
no legitimate right, to exclude others from the
mar!>et? " .

(No.,474)E- 4

II. THE PLAIN LANGUAGE OF SECTION 271 DOES
NOT SUPPORT THE COURT OF APPEALS' IN-
TERPRETATION '

'." .

The plainlangllage of Section 271 does,notimmu
nize respondent's condu~tfrom patent misuse. Suh.
secti0ll-s,(a), (bk (c) and; (d) of Section 271 each
inyolve,distinelsubject matter.Subseation (a) de.
finespate~t infri~gell1ent. Subsections. (b) . and, (c)
deal. exclusively with the ,C0ll-dllet of indirect in
fringers: subsection (b) ereates' potential .liability
for those who actively.induce.i)!fringement while
subsection (c) creates potentialsontrihlltory infringe
ment Iiahility for those who sell products for infring
ing use, knowing those products to be nonstaple arti
clesof commerce.

Seetion 271 (d) relates to conduct by the patentee,'
it specifies three acts that the patentee' may do with
out heing deemed to have, misused his pate)!t., Sub
section (d)(l) perulits the. patentee to "deriv[e]:
revenue from acts which if performed by another
without his consent would,constitute contributory in
fringement;" thus permitting Rohm to sell unpatented
propanil for use in its patented process. Subsection
(d) (2)pern#~ the pate"tee to "lIcensEe] ,or author"'
iz[e] another to perform acts which iLperformed
without hisconsent would constitute contributory in'
frill-gement of thepateut,"thi]spermittingRohl)! to
license others, to .sell propanil for use in its patented .
process and collect royalties from. those sales. Sub-

prior cases "llnle.s.s tpe ~;q'gHm~ntJprexpansion of,.
pl'ivilege _~s based pn more ~4~p ·me~·~., inf~l:ep.c~, from:'
ambig\lous, statu;torY lang\lMe}' Deepsoulh·.Packing
Go. v.taitram Gq,·p"s?'1?ra,406V.S.at.5Rl.What
is~, r~qlltre:d 'iR, Ha_clear_and'.eel~t.a.in s~gl1!?-};:fro,nl -Con

gres~" (ibid. )., Absent such a signal, tbe .limitations
On ,the exel'ciseoLR9hm's patent. must be strictly
enforced. Sea,'s, Roebuck & Go. v.Stiffe/.Go., 376
U.S. 225, :!RO (1964). See als9lJnited Slates.v.
Ma'10nite Gorp., 316 U.S. 265, 280 (194Z);United
States v,, UnivisLens Go., 316 U.S. 241, 251 (1942).

The comtof appeals was aec9rdinglyobligated to
find in ..the language or legislativehistol'y of Section
271a. specifia dete,'mination by the Congress sup.
porting the ej{pansive reading of a patenleq'sorighti;;
all-dthe. si!(11ifieant nal'l''lwingof the patent .nlisuse
doetrine inyolved .her,e.. Bp(nos\lch congressional in
ten'! can.,be f9u.nd.Congress has rlOt clearly "indi.;
ca,led that it w,antedth.~ patent privilege !'I run
faI:,ther.thanitwas unqerstood to run for' * *[62]
years prior to the action oftheCourt of Appeals for
the Fif,h Circuit." Deepsouth Packing" Co. v. Lai
tram Corp.,supra,A06· U.S. at 530. On the contrary,
the interpretive .evidence that is available weighs in
fayor of petitioners.
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l~ This Court r~li'ccl ori'thii'i sthtementto kUPPO:l+· a· iiari:o.w
interpretation of Section 271 in 'Dccpsonth Pqcktng ,Co.. X:'
IJaitra'Yn Cor'p., supra, 406 U.S. at 530. See alsel .11'0' Mami.
!actm'ill!1 Co. v.·Conve1·Uble 'Top Replacement Co.," su.p1·a,
865 U.S. 'at 347 (Black/,J., concurring).

1~ 1951, Hca1;ings 164..165, 167. The court of 'appe11lscited'
Represcntative·Chlmpacker's statement,and the' exchange' be~
tween Senators ,Saltonstall and l\-IcCarranasindicHting that
"the legislative ,history 'is not crystal clear'" (PeL App. A-39).

17' The CClUrt of appeals recognized that th~se decisions sug
gest art interpretation' of 'the legislative' history tlult, ~vol1ld
requircaffirmancc of the district court hcre,~llt then cho~e

scope of contributory infringement," stated that the
purpose ,of Section 271 was "to, codify in gtatutory

form principles of contributory infringement and at
the same time elhitinate this doubt andconflision."
H.R. Rep. No. 1923" 82d· Cong., 2d Sess. 9 (1952);
S.Rep.No. 1979, 82dCong.,2d Sess.8 (1952).' The
reports also exj:>lained that tuider Section 271 (d) a
"patentee is not deemed' to have misused his patent
solely by reason of doing anything authorized by the
section" (emphasis added). ILR. Rep. No. 1923,
supra, at 28; S. Rep. No. 1979, supra, at 28. The
plain implication was that if a patentee went beyond
what was expressly described in subsection (d) ,as
Rohm has here, Section 271 gave him no protection
.against.a misuse· defense.

The$ame view of Section 271's scope was authori
tatively expressed on the Senate floor and during the
hearings in the Hou;e;Just prior to the Senate vote
on the. ,codification bill, Senator McCarran, chairman
of the committee responsible for the bill ill the Sen'
ate, explained the bill's purpose on the Senate floor,
He was asked by Senator Saltonstilll, "J)oesthe bill
change the iaw in any way 0" only codify the present
patent laws?" Senator McCaITan responded: "It
eodifiesthe present.patent laws." 98 Congo Rec.9323
(1952).''' Similarly, Representative Crumpacker, a
member of the House subcommittee conducting hear"
ings on the bill, responded to concerns that the bill
could be interpreted to authorize 'conduct previously
deemed patent misuse by stating that he interpreted
the statute. as not ,authorizing conduct previously
deemed by the courts to be misuse or "monopolistic
pra~tjces." 16

This Court's decisions interpreting Section 271 have
repeatedly relied on these, aspects of Section 271's
legislative history. Aro Manufacturing Co.v. Con
vertible ,Top Replacernent Co., 36.5 U,S, 336,.347
(1961) (Black,J., concurring); Aro Manufactul-ing
CO. V. (Jonvertible Top Replacement Co., 377 U.S. 476,
485n.6 (1946);,Deepsouth Packing Co. v. Laitrarn
Corp., 406 U,S.51S, 530(1972); cf. Blonder,Tongue
Labo1·atories;lnc. v. Unive?"sity of Illinois Foundation"
402 U.S. 313,343-344 (1971); ZenithR~dio Co'!'. V.

Hazeltine Resem'ch, Inc., 395 U.S.· 100, 133-141
(l969J."

III.

1SThis amiJysis'comp6rts: with \vhat'aetually happcll.'; in
themarketplace, where non-exclusive 'toyalty-bcaring'licenees
are"aJrcfluentpcculTence. See, e.[j." Mercoid:ll. supra,'320
U.S". ~t} 682;,flniional Foam. S!!.<;lcm. Inc., y. Urquhart, 20:?
F.2d 659, 6G2~663 (3d Gir. 1953) ;' Pldlad Co.v. Lcchle1' Lcr.
boratMies,lne., 107·I'\2d 7:17.-748 (2d Cir. 1039).' cr. Lh6.ted
States GIfl)sUm Co. v, Nil.t-ional, Gyp/mm ,Co., 387 F.2d 799,
802 (7thCir.1967), cert. denied, 390 U.S. 988 (l!1C:i8). Indeed,
the,· petitioners ·sought licenses to sell propanil (Pet,. App.
A~53)~ "", ,,' ---- _ ' -- - ,

"~;:)4-Hearings were'hCld by successivedongresses: to: consi(1E~l'
copify.ing, the :patent laWs, with particular attention '·paid to
<.;o~_trib.utory:,i,nfring?ment la,w:. Patent La'w Codifi(~ation,and
R~~isio'r}: Hbdii1;gS on H.~. 3760 Before Sllb,c.;'in:m. No . .'/1 of
lhe House Comm. on the Ju&icinl"Y, 82d Cong., lst-:3ess::' (l9'Sl')
:Lh~re.inafter,Ot9S1 IIca.1-ings] .. Contl'ibnto'/"y lnli'-ingcmcnt:
H~u:rj,?lgson H:R. 3866 BeforeSubcomm:. NO.4 of the House
Comm..' on the Jud-iciaru, 8ist Cong.,' 1st Sess. (19:19) [here
inafter:'1.949· Hca1·ings] .. COIlt'ributol'y -1l1j-ringemcnt· 'fn Pat
en.ts~DefinUion,of .1nvenUon: Hea1·illgs. on HR. SIJS8, H.R.
4061 and H,R. ,5248 ·Before Subcomm. on Pateuts, Trade
mm'!::s, and Copll1'1·ght.<: of the HolI."~c Comm. Oil the .Judic/MY,
80th Coitg.,2d Scss. (1£148) [hereinafter 1948 lIcarh/.gs].
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THE LEGISLATIVE HISTORY DOES :'-101' SUP·
pORT<THE COUlI'r OF APPEALS' EXPAI,SlVE
INTE'RpRETATION OF SECTION 271

The conrt, of appeals interprets Section 271 as a
grant to the patent hOlder of exclusive rights in any

'unpatented nonstaple 'coniponent of the patented in
vention. HadCOIigre$s intended so drahwtic a de
parture from well·established precedent, it would
presuniablyhave acknowledged,this change dul'ihgits
,deliberations.. No such acknowledgement appears in
the leg-Jslative histo1·o'." 'Instead, the legislative his
tory emphasizes the:lhnited reach of Section 271.

There is strong evidence that Section 27Fwas en
acted on the understanding that it did not substan
tively modify prior patent law, but merely codified
it or at most clarified it. Both the Senate and the
H~us"reports on Section 271, ~ft,;;r notirig t:,atthere
was "[c] onsiderable doubt and confusion 3S totl)e

The right to license other sellers of the ullpatented
nonst~ple.is not, however,' "endered worthless by an
interpretation of Section 271 favoring petitioners.
Section 271 (~) recognizes the sale of unpatented non
staplesas contrib~tory illfringement, and Section 271
',(d) (3) authorize~'suits' for"contributory infringe
'ment.Thus, a firm that wishes to compete in the sale
of an unpatented nonstaple without contributo~i1y

infringing the l}atent must obtain a license from the
, pat~ntee.• Snch a .license has market value,and the
'pate~tee can obtain a reasonabie royalty for its use."

Moreover, in accordance with subsection (d) (1) the
patentee is still free to obtain revenue fr0l11 his sales
of theunpatellted component. He is limited only by
the condition that he cannot arrogate to ,himself all
thes,,~ales by tying his gl'~nt ofa license to the pur·
chase from hilll of the u,:,patented eomponent.



TEXT

The court of appeals considered this legislative
history less significant than the testimony of 1'1'0
ponen,ts ancl opponents. of the bill during the com
mitteehearing~ (PeLAPP. A-33 to A-40). The court
relied heavily on the testimony by one of the. bill's
authors, Giles Hi"h, then ",. member of the private bar
(pet. App, A-33)." It. summarized Rich's testimony
before the House .subcowmitte.ein 1951 as being to
the effect that the section was "designed to avoid
restricting competition in items that. were staples,
while at the same time allowing patentees to deal in
certain materially· important unpatented elements
",nd to sue competitors. therein without being thrown
out of court on grounds of misuse" (Pet. App. A-34;
see 1951 Hearings 157-1(9), The court also noted
that Rich had told the House subcommittee that the
bill was a conlpromise, not representative of any stage
in the development of the contributory infringement
and misuse doctrines (Pet. App. A-34 to Ac35; see
1951 H~arings 159,162). Finally; the court cited the
testimony· of Justice Department opponents of the
bill who, the CO~lrt said, saw Section 271 as a major
and controversial change in misuse principles (Pet.
ApI'. A-36).

. This reliance on excerpts from committee testi
mony, rather than thc contrary interpretation in the
committee reports and congressional debates, contra
venes acceptecl:principles of. statutory construction.
See McCa!<ghn v. He1'Sheij Chocolate Co., 283 U.S.
488, 493-494 (1931);. -But even if the hearings are
to be relied on, there';s'tilU<;h in them that SUJlJlOl'tS
petitioners' interpretation of the statute.

The proposed Section 271 was presented bylnem"
bel'S of the private patent bar as a means fo~ dealing
with the uncertainty created by the Court's decisions
in';Mercoid.·I,:~B·up+a, and Mercoid: II, supra.lO:·'In

to' read th~t hr~tory differently. Thus, aft~'~>~'cvie\\'in!!: thC::~WO.
Aro decisions, the COlll't ac1mowledgcd that thest; "extraoi':
dinarily complex opinions, Oil balance. pl'obnbly cut', :W:i:illst
our ViC\f' (Pet. App•.A:-'!6) and·~tha.tp('rh:lIl~ -the,' niaJority.
[in A:ro] \vould haSC.cOIlsidercd_. anycon(~itionillg .oftying-as
misuse, still p1'6hibit~d irrespective of section 27.1 (d) ,,' (hl.
.t A-47 •.29). See .Iso Pet. App. Ac47 toA_4Rn.30.

18 ~[c subsequentlybecam,e,: a jnd~~e all the Court of Customs
and Patent Appeals. In: thatcapaeity, he:.H!t?pxed-al1 9pinipn
recorrnizinR the 'narrow scope of Scrtion' 271 (d) ill: aJ1othe.r,
context-its inappHcability to product claims. ApplicaUim:op
R'tschig, 343 1'.2d 965, 979 (C.C.P.A.1965).

lQGilesR.ich a~k~()wledged this -in Ns' testimony, €J95!:'
H~~rt~g8,:.'~7'3).:' ,. . - ,

MR. ROGERS..:~* *,Now, due-to what'many memberS
of the patent bar b;eli'eve,that [.Mercoid] did away with
contributory, infringement. cases,' you feel that weshoiild

,;'np\\:" state as a positive law a cause oL,actionngainst'
~ontributory,.jnfring-cment·as set 'forth.in', section. ,(c),
-and 'that jihe.'has done onc of thethree~thing'-s:in'section '
[ (d) ~ '. that shall ,not, be considered a misuse. ()f. his
patent, and t~ere~y., rcestablish,vhat you thOllRht you
had,~gfo~e the'l\icrcoi4 case.. Isn'l thntaboutv.:hat the
situ'ati<m is? '

-, MR.,RICH. That iswhat:we are driviiig at.,

E - 6 (No. 4~~) (FI:q) "'1 j !Oc$O

M~rcoid.l the combination p"j;e1,1t""asfRf, ~ihmne
heating system that inciud.ed an unpatepted.stol<er
switch useful only in t~at~ystem (320'U~S.",t.663
664). The ]latent holder,. ~n4~90l)tinent, .r;ranteo."ri
exclusive licen~e underitspaj;ent to Honeywelljid.
at 663). Honeywell manufacturedand sOldol)l;y't~e
u!1patented stoker switch, gi"ing t~e pUl'chaseran
implied license' to incorporate it.il)to, t~ep",t,mted
system, a.n.d paying. rOJ.'alties to Mi.d-Co!)t.ine.nt base.d

, ---- ' ",' ""'~.'" -- , " -- "" " . "",' ',' , ,," ,

upon the number of switches sold (ibid.).!lilercoid
also sold the stokerswitch (id. at 664). !thad been
offered a license by Mid-Continent prior to the issu
ance of ~he Honeywell license,. and after. that. also had
beep. ofi'ered a sublicense by Honeywell,M~rcRid re
fused. these offersand was sued for contri1Jlltoryin
fringem~nt, Mid-(;'ontinentlny, Co. v, Mercoi~fprp.,
43 F.Supp. 692,695 (N.D. Ill.), affid in part and
rev'd in parI;, 133 F.2d 803, 811 (7th Cir. 1942),

In Mel'co;,x II, Honeywell helci3co.mbiria:tion pat
ent on a hot air furnace control systeln that required
three unpatented .tl;ermostat switches .useful only in
that system. 320. U.S.. at 682. HoneyWell manll
factm'ed and sold two. o,f,the.switchesas a,. single
.nnit, giving a license .to thepur"haserto' instalLthe
.unit in. the patented system. ·.It ·also licensed·five:.of
its. competitors to.. sell the two,switchuntk.Mercoid
manufa"tured ..alllJ, sold the. sameunik •..HoneyWell
offered, Mercoid a license~imilareto,those held by its
existing licensees, but Mercoid,refusedAhe', offer;

.Honerwell,-lhen sued for contributoryjnfringem~nt.

320U.S..at683.

In both lJercdid. I .andMe,·~oidlI theCdur;;'h:l~
that the patentee. e0111d .not~llccessil1lly su~ ,forepn
,tlibutoi'yinfringement.,InMe"coid[, the Court
found iOliat Mid-Continent ';as gnilty of palentmis
use, It acknowledged, however, that the "result of
this decision, together with those which have pre
ceded it, is to lim'jt subst"ntially thedoctd!)ei~rCO!)C
ti'ibutory infringement" ,(320 V.S. at669J.A!)d, i!)
M""coid llthe Conrt concluded'thatHoneywellhad
violated the antitrnstjaws (320 U.S,,,,! 684): . ..

The prOIJouents of Section 271 cOll1plained to COJI
gress that after the Mcrcoid cases even a ..patenteei;;
offer to liccnse a competitor producingannnpaterited
nonstaple··colnjJdnent of.• his. inventidn"~ould"·1Jf%9#
siciered patent misuse. If the patentee· .madeev;~n
such a limited offer, accordingt" GilesRich,the
"courts would hold. that thegrantingofthOjj~eiis~
and the. collecting ,of royalties on something. less'tlia!) .
what was covered by the patent was misuse" (JiN,.9
flemings 16; see also .1949 HearingslO}. Thep;'o,
Jlonerits' emphasis was .@ Protecting. the M"ercoid
type patentee who was willing to license competitive

, '." '. '.-',_ , ",''- "C', __",', '", __ ,

,.... ••• 0,' ~ ...... ..u'.... = .. n,.....,. .., • .,...~ ..........
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production of the unpatented component." It was not
suggested that Section 271 was designed to insulate
from a misuse defense the entirely different case of
the patentee who refuses to give a license to compet
ing producers of nonstaple eomponents, while offering
a license to users of his patented process willing to
purchase its unpatented components from him." Thus

a congressional desir~ in enactingSeetion 271 to
modify or overrule the results of the Mi;rcoid deei
sions is not sufficient to support the eourt of appeals'
decision here. Rather, the court's reading of the stat
ute imputes to Congress an intent to overrule not only
the Mercoid decisions, but much earlier law as well."
And there is no evidenee of such a congressional
intent.

CONCLUSION

For the foregoing reasons, the judgment of the
CIlurt of appeals should be reversed.

Respectfully submitted.

to cover Ullpatented articles might no longer be a misuse.
[Emphasis added.]

See also the remarks of Representative Crumpncker, S"upra,
pages 17-18.

2'l The effect of the court of appeal:::' decision is to reinstate,
at least fornonstaple articles, this Court's decision in Henri}
V.A. B. Dick Co.) 224 U.S. 1 (1912), a decision that ',>,'as
expressly overruled in Motion Pictu1'es Patents Co. v. Uni
versal Film Manufactu1'ing Co., 243 U.S. 502, 518 (1917),

The prohibition against using the patent grant to dominate
commerce in nonstaples arises out of pre-Mcrcoid decisions,
law that Section 271'8 draftsmen desired to retain (see note
19, supm). In B. B. Chemical Co. v. Ellis, 314 U.S. 495
(1942), this Court affirmed n. decision finding misuse where
nonstaple components were involved. Although the distinc
tion between staples and nonstaples wal, expressly considered
by the court of appeals (117 F.2d 829, 834-835 (lst Cir.
1941) ), it was not addresscdspeciHcally by this Court, which
simply held that the patentee's "use of the patent as the means
of establishing a limited monopoly in its unpatented ma
terials • '" * is contrary to public policy'" * *." 314 U.S. at
497-498. Prior to B. B. Chemical, another court of appeals had
also refused to distinguish between st..1.ple and nonst..'1ple
articles in applying the misuse doctrine. Philad CO. V. Lcchlc1'
Laboratories, Inc., 107 F.2d- 747. (2d Cir. 1939).

20 This emphasis is also reflected in the testimony of
Stephen Cerstvik on behalf of the Aircraft Industries Associ
ation -(191;.9 Hearings 26):

rMal'mfacturers of unpatented components] could avoid
liability as (',ontributory infringers, prior to the Mercoid
caSeS, by obtaining a licen,s€ il'om the patent owner and
paying him royalties on the sale of the unpatented com
ponents for use in the patented combination. At present,
and as a result of the deci~ions of the Mercoid cuseR, this
canllot be done without the danger of the patent owner
subjecting himself to the possible charge that be is mis
using his patent to control the sale of unpn.tented
products by the collection of royalties on the sale of
such unpatented products.

And see the testimony of Giles Rich during the same hearings
(id. at 16) :

The courts would ~ay '" * * if they logically follow the'
Mercoid case, that the j!ranting of this licf'nse rto a
competing producer of nonstaple components] is a mis
use because you are attempting to coHeet ro?v'nltic.<; from

'somebody under your patent for doing something' which,
pcr se, is not an infringement of your patent. It is not
covered by your claims * ••.

Similarly. a J'ustice Department spok(':·mlan, Wilbur Pug-ate
of the Antitnmt DiviRion, in expl'C'::::::ing hi!'! opposition to Sec
tion 271(d), noted that subsection (d) (2), permitting a
patentee to license others, "was designed to overrule the Mer
cofdcases" (1951 HeoTing.,; 207). Although Mr. Fugate also
objected that Section 271 (d) 's effect "is to permit a patentee
to sell unpatented parts for a patented device or combination
and at the same time prohibit his competitors, by suit for con.,
tributory infringement, from selling such unpatented ma
terials in competition with him," it is unlikely in light of the
reference to the Mercoid cases, that Fugate intended to suggest
that Section 271(d) would permit suit by a patentee who had
refused to license his competitors.

21 The comments of Justice Department spokesmen are not
inconsistent with this analysis. Department representatives
were primarily concerned that the statutory language might
be given an overly broad judicial interpretation. Mr. Fugate
summarized the Depai"tmeut's views (1%1 lIea1'ingr; 207) :

[T]he Department of Justice objects to section [271]
since its effect might be to carve out. an area in which
the antitrust laws would not operate. Acts which arc a
misuse of patclltB, particularly the expansion of the pntent
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IN 'THE

,SJlpreme~ou.rtofthe United states '

OcfoilER TERM', 1979.
Filed' 3/21/80

No. 19-669:

DAWSON'CHEMICAL COMPANY; CRYSTAL' MAN
UFACTURING CORPORATION, arid CRYSTAL
CHEMICAL COMPANY",

PetitiO!l'ers,

v.
, ,

'ROHM AND HAAS COMPANy",
, ' ".', , Respondent.

OWWroT ,OF: CERTIORARI TO THE UN'ITED-,STATES

COURT OF ApPEALS 'FOR TIlE FIFTH CIRcUIT.

BRIEF FOR THE RESPONDENT,
ROHM AND HAAS COMPANY,

OPINIONS BELOW, '

'th~opillion of theUnitecl'State; IHstric! 'C6urt'fpr '
the Southern District of Texas on cross-motions for sum
maryjuflgment (A, 67,110)isrep9rtedat 19lUSPQ 691,
and its Supplemental Opinion (A, 122-134) is unreported,
The opinionpf the Fifth CitcuitCourt of Appeals re
:ve~sing t~e District Court (A.139-182) is reported at 599
F:2d685. '

JURISDICTION.

::the opinion ~nd juc1"g~~ritb~Iow were entered on
July 30, 1979.•, The petitionfo! a writ oEcertiorari was
liled on Octoher 24, •197fJ. It was granted onJanuary 7,
1980. The jurisdiction 01 this Court .is invoked undcr 28

S.C.§1254(1), ' '

CONSTITUTIONAL AND STATUTORY,
PROVISIONS INVOLVED.

'Constitution oltheUnited States, Article I;S~cti"n'8,
:Clause 8: '

The ¢ongress shall have power . . .

:Topromote.. the:Progress of- Science and- useful
Art~~ :py -secJll'ing, Jor limited Times :-to Authors and
Inventors, ,the exclusive Right to their ·respc,ctive
Writings"and, Discoveries.

The petition primarily, in~olves the consb;uctio.n of
certain provisions of the 1952 Patent Ad: relative to' active

;inducement: (of" :infringenl'ent,., :contrih6tory il)fringement
and patent, misuse, 35 U..S. C. § 271:

SECTION.271. Inf1'ingement of patent

(a) Except as otherwise provided in this tltle,
whoever without authority makes, uses oridIs ':ririy

,:p,at~nte(i' in'!entf~~:'i~~ithin, ·the United. State's: during
the term 01 the patent therefor, infringes the patent.

(b) Whoeveractivcly induces inlringemento! a
patent shall be liable as an infringer.

{c) Whoever sellsa~oml'oncni 01 a patented
machine.--::j'nanufacture, combination: :or compositioIl,
or: a material.or apl}aratus' -Cor use inptactiCing'a
p~tente:d,'process,constituting a, material, part- of the
invention, .knowin:g tnesaine to be ;'especially made or
especiallyadapted lor use in nn inlringementof such
pateJ:lt,- and not a staple article 'Or :comrnodityof. com
trie,rce: suitableJor substantial noninfringing use;'shall
be liable as 'R contributory infringer.

(d) No patent owner "thenvi,e elltitIedi6reliei
for ififringemen,t,'or ·contributory' infringement"of:'a
patent shall b~_de~ied rdiefo,~'?eel1)ed gllilty.of mis
use or illeg~l'extensibnof the.piI~e~t right by reason
of his havirig'd,o~e:,',o~e orn~~i~'9f the ..f~llowing:
(1) d~rived revenue homa~tswhich if perlormed by
anot~e~ 'with(),ut his'~onsent-: would constitute .. 90n
tributory inlringement 01 the pateni; (2) lic~riied or
~llthoriz~d~I1?ther to'perfornl ac~s'which if performed
withouthis',co,nsent. wl?uld constitute contriblltOl:y
inlringement 01 the patent; ,( 3) sought to enforce, his
'patent ~ights against infringement or :contrib~tory
infiingeirtent.· '

Othersections 01 Title 35, United States Code:

SECTION 100. DefinitiOns

• • • '(b) 'T'h t " .." _.': .. _, ,. e. erm,'" process ... means .process, .art
or method, 'arid ,includes ,'a new. :use of a known
pro.c~s~~machine, manufacture, composition of mat
t~'r, or rriateria~.

SECTION 154. Giint~nts arirl t~,";ofpatdnt

Every :patent 'shciH- contain .~ShOl:t: ti:~l~ oft-he
invention ,and. a grant to. the· patentee,. hisheir~ .or
assigns, for the term of seventeen years,su~je,Gt to the,
paYment of issue fees ,~s· provided for in: this title; of
the right to excludeoth~rs frommakiIlg, using,,,or
selling the invention throughout the, United States,
referring to the specification for.:theparticulars
thereo!. A copy 01 the sl'ecific~tion and, drawings
shall be annexed to th~ patent and pe a part thereof.

QUESTION, phESENTED~
Whether §271 (.;) 01 the 1952 Patent Act, hy its ex

press language and as 'inferpreted in :light .of its',' legislative
history, .requires. that the :respondent: owner of ..a:process
patent, who:

(a' )sellsari unpatented, nonstaple chelllicalthat
is material and essential to practicing the patented
p+ocess and has .no'other'comrriercialttse, ind

(b) brings an action lor activeiridllceilleni 01
infringement .,and for .sont~ib;tltory,; infring~ment

against. the unlicensed'defendant-pe'Utioners; who ad
mittedly ·selI the'· SaI11':e :nonstaple',·,chemica~; with)n
structions for infringing the patent' to others ,vho in

. fact infringe,
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D. 'Defe~dant-Petitioners"ActiVitiesin,the,~aleof'.propanil.

, ,.. The origiual .y!i1so"pateut appIicati~)1,:.vasple4in
1958, a.wI, petitioners, be.caIlle a,waFe of.,; the, ,-~~vVc,~t.i,()p
at least as early as 1965 (A, 24). Knowing ~(~9)Frla;;d
Haas' sales of propanil as a selective, post-emerge<nce
herbiciele and the publicity:snlTonnding the Wilsou iu
yenti()n,:. petitioqel's C?rnmy.,?:c:~4 :the ,,~a~llf~StJ.tre)l;l1d sale
of pr?pauiL, They sold pr?papi)for the .no'V P'1teflteel.n~,e

.- while th¢ \'yils;o.~ P,At9~tipJ?Hcation wa~ p~n4jl~,g. ~,:Pr'ii()d
-.in ~lIi,cp.:p~ti:tioners ,cpllld ~)rqHt fn)m_Fe~pq~a~:ilfs -iIw~n
tion yet lIlcur no liability for iilfringeniellt.".:II:?vvyver,~ft.e,r
the Wilson patent issued on Jnue n, 1974:'~theyco~tiriued
to sell propanil, knowingof the pate~t, ap:~the:~r,~ustomers

have directly infringed tne patentbyfollmyingthe method
described on e1efenelants'cimtainersof propauil" (A. 140),
NOI)-~ of- the, p.e,titiOlwrs, p'urc.has~:'p_rop·anH frqm I\ohin and
Haas. Petitioners' propanil is sold in containel,'"~r, beflxing
labels which. recommen~pnJrthe.m~fhqd~<,~,f use de
scribed in the ~vVilson patel~t' cIai~ns-, -\Vhen 'petitioners
sen proJ)anil,they' kumv'thaf'their' cttstCinietsWiU .. infringe
the patent in- suit by following the,Iahel:insti'llctibl'ls, and
their .customers do in fact infringe (A."140'J'43). Peti
tioners concede that they·.·:are c6ntributory;·~1rifijngers

(PB 6),

E. ;.'Th~:I>,istri.c~ Court, .D~chi~n.

au' stipulated ,facts, the' United States ,District Court
for the Southern Distiictof Texas gr~mted:'petitiOriers':md

tion for summary judgment based on pate,Ilt misuse,. The
District Court also denied resporident 'RohIn' a.-ira .Haas'
p}~;tion, for. a summ,ary juqgrflt;nt-that .it had ppt misused

,the pateut,

propanil is a nonstaple ,(~ge_.e,g" 'petition for certiorari.

pp}, 6; ,au4 PI> 6), ,; '•., , ,; .', ;""C" ;' ,'"
;:;:;-Because;there-was'rlo prior- commercial u·se··:or man-

uraciure of propanil and It,was of no benefit to mankind,
Rohm and Haas' i!J'f~J1tiR9,,,~~e~,.t~4::C!Jn.arketfor this useless
laboratory curiosity a.l,ld- ~vas',ofgreat benefit to rice farmers
and the public general1y~._J,f also.'spawned imit$tion by
petitioners. who promP:t,Ir..c,~pitaIjzed on l~ohITl and Haas'
costly and extensive research' efforts and iIwention without
having exerted a whit of ,inventive activity On their own~

, ,~i~ilarlr, ,.~pe,t~tiqners ': ,sp~nt ;c,','no. Jlmd~ -' :iII'" 9btaihi.ng'·the
:~~(iqisite':,'gciY:~rm1!~I1~_.'appr~)y~I,;_to seJl': ptoP~i..nil:,i They
merely notified the United,'S~a!es:c'pepartm,eIl,t/offA"gricul

lJ1r~tll~tthey wished to rely on the Rohm and Haas data
'and were permitted to do ,~o without' expense .. or .effort.

C. Responelent Roh~ "ndHaas' S~le,of Propauil.
Rohmari(I'H~~s ~~a~tif~lbtur~~ c ~r~pi.i~'ii 'ind sells it in

cbnhiir{ets,'~bearing instmctions for utilizing it in perform
ing the process of the \Vllson patent. By operation of
law;: as 'found hy the court below (A, 140,'176-177) aud
as coucededby petitioners (PB.5)"pnrchasersfrom Rohm
aud Haas thns acqnire th~, right to use propauil iu the
pateuted method.. J;\oqm qnd Haas h~s pot offered or
granted any expres,s lic"eI1se ~<? anyone;:~sW_e:-'briefof. the
Jnstice Departmeut seeks to imply(e,g., JB '6,14), It has
never received any payment---for propanH other than the
purchase price froffi"'its.;;Gustomers':';<':'.l\ll such Rahm and
~a'1s,propanil,\s elllploYcrl" in ,the, method of the, Wilson
patellt (0 can6:ol weeds in'crops (A. 143): ,

," . ,'" ' "',', .',"' .. , ,,"'-"

STATEMENT.,,-~ :.

must submit to. c?mpulsory Ii~ensing,of its patent in, order
to avoid~misuse'or.fmillegal'cxtensi6Ii -'bfthe patent:right? :
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1. ,"JB" .follo,~e~' by' a. :puge .m~rnber ;~f~i:s--to 'tlIe, J~stice De
partment's brief, mi 'uncorrected. page' 'proof of which \vas ' served
Fellruarx: ~9;,19S9..,c,ight days after itwas required to be filed by
the Rul,es of this COtl~t:_ !~c brief itself ,vas notfile,d Ulilil March
4, 19&0. The WilSOll patent i~sued to Rohrn and (r,ans ~s 'the result
of anintcrfct'cnce proceeding ,betwecn· Rahill ',Uld, Haas and
,Monsanto (HuJhnan) in" \v,h,i~h t\I.C, ,P<lt~nt: :Olficc: dccid~d that
Wilso.n (not IluIFm'Vl) was tile firstit:Jventor of the process claimed;
"PB" followed by a·pagenumber. refers toPctitionElrs' Brief on the
merits filed February 20, 1980,

A. The Complaiut::

,I\ohm imd lIaas', ameuded'eomplimf(A.'1-7) charged
,dgfend<.luts. petitioners: ·,herein.-with.: contdbu torily:irtfring
_~ng.,~lp.(':, qctivelyind~dng; ;,their:customers:: to,: i~fringe its
, UnitedStates ,Pateut No'; 'a,S16;om (hcrei)1aftedhe "Wil
',son, paten!':')." This! piltent (Exhjhits'''''ppendixT'5) dc
','scrib.e.s::,ancl,.'_91aiins ,:'1 Inethod·,';of -'" npplying;·:ia:<cnemical
.compoUlut,:;3,4~dichlorbpropicil}i.militle;·: (: hcreih<'l~h~~, "pro- ,
paniFJ:,- to:'Y~e.cds,:alld established crops' such' ;'ls}TiC~ so as
to inhibit selectiy~,]y:"thc growth.: of'- the:'w~ed~ -without
adverselyalIecting the crop.
,>:,:".~,<,: .:,,',>,::!,::, ",;':, .-""'.;':".'):,i'i _

,B;,PropanU=Au'Vnpaten~ed, Nonstap!e u\rti~le.. ••

Propauil, (neesseutial ingr~e1ie~t ofJhepatented
'Ill~tl~nd.. : is ,,~se~4' 'in',:the, :p~t~f1t~d,' ',pr?cess',hy, ar~,~-wide
sprayi~?ov~r b6J~ 't~e'?rops \m4 ~veeds~ fQT, ibs, a,_ selective
(,~estroys, ,vv~ed~.\'{itholl(hanning crpps,),.·po,st~~~l1~~gence
(appIiedafte, pla"ts h~ye emHrge~Fom th~·H?jl) herh
id~e., Pr?panH'it~clf is n,ot,:paten_t~,d", ,.. ~t",\V.~s:a_,~seless
laboratory cu:iosHyfor at least fifty,year?;,pntil.J~.,qhmand,
"~a~s:ni~~eth~•invcIltion, i~ ,spit",~hich •.f?I the;'~~:st time,
"IllPldyed prop,mil to tile, pe"efit ?fthepubIic, Rohm i

'arid::Ha~s> inventi~n ";v~s' 'ri.' major contr~btit,i-'?n::tQ':~gricul

tur~d science, , Propanil., has, vil:tually eiimi~~ted'the need
for handweedirig and deep -'Nate~' floodIng of'dde. en
abling growers to operate:11~or~_ efficie.ridy.ancL':at sub
stantially _recl_~~ed C?sts.,." Co~S~qUel~t1Y,r~ce i,s made avail
'able~td' coris~~ers.'in <greater,','abu~4an~~ ~n4. at prices
lower tha~',\~ould"'other'\7is,e he' po'ssible.. :' .... '

Propanil' '-its'eIf was" held to '~~' ....UI1pat~nt.a.9Ie in
Monsanto Com,pany v. Rohm and Haas' Company, 312
F. Supp. 77S(E.P.. Pa,197i}), aff'd.45(JF,.2d,5~2 (3rel
Cir,), cert.den:407 U~ S, 934, (1972), in which Monsanto's
ptoduct'patent'6n propanil was'held inyalicL' In invaliclat
ing-Monsahto's 'patcnt,-' the 'court found,that'ljiopanil had
h'een iIllplicitIydescribed by pnhliUltions dated ase'lrly as
1902;bntitfnrther held that thense of prop.nil as a
selective p()s~jeIllergen~eh~i·?id~e"wasnot:·revealed or .
iu auy way 'suggested iu th~'prior art" (312 F. Snpp, SOl,
fiudiug49). Plainly, the Department of Jnsticeisin error
inas~erting·that:l?rop~nil'was:~·in,:e?ted". by .,~1'o~santo in
1954'55' .nditiiplyiug 'that the cbime'd 'herbicielalactivity
was discovered by Mousanto (IB 2-3 uote 1).'

The court b,,)?w held th~t Pfopanil is not a staple
article or conmlodiiy:oi-~ortime;de'andihat it has no sub
stauliaLnoninfriuging,tises '(A"140,141H As defitied by
law,:: "staple'" :means acom1l1odity or, product-with> sub
stantiaLuses 'apart-from the;.patented invention, and "nbn
staple" denotes a product lacking substantial,:use:So'th~r

,tha)1i"f,inging llses, (fI., 14H42)" ,P~mi9u,,\s,admit that
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,2.' A-,iercoi4'Corp.. ,0. Mjd~ColJtillent.IlJvcstment Co., .320 U..S.
6~f (19<11);,~nd Mcr,coid Corp. 0. Minlleapolis·Iloneywell. Rcgu·
lator Ca., 320 U. S. 680 (1944).

1" The Court of Appeals Decision.

The Court of Appeals unanimously reversed.. II held
as a ,matter of Jaw that a patent o\vner who markets an. u!1
patented;. nonstaple, product whose only commercial use
infringes the patent isnbt guilty 'of patent misuse either
Jor: seIling, the,proCluct with label instruetionsfor tiSingit '
to :practice the'paterited'processor for declini,ng ,to*rant
express licenses to others to -sell· the nonstaple,produd for
use under the. patent. TheCourlof Appeals rejected the
arguments :thatsuch· sales constituted an illegalextei1s~on

ofthepatent·right{"tyirig·') or that a patent owner must
submit-to compulsory'licensing of others in order to avoid
a chargeofpatellt misuse (A. I76-I??). It remanded the
case for' proceedings on other· issues and for trial if
necessary.'

Rohm and Haas seeks to enforce its process patent
un,der the doctrines :of activeinducemellt andconfributory
infringement;. defined in 35 U.S.. C.. §27I(b) arid (c)
respec,tiyely.-',Petitibners,have' admitted: factss'iiffident to
constitu~e:;.hothactive' Hlducemcntand.'contribtitol-y in
fringemrnt, but thcy .contend that Rohm aIld Haas is
~a,T,'red froin .enforcing it~' s~atutary patent ,rights bc:causc
ofaEeged, patent misuse. The misuse' ~up-posedly-consists
of.J~??mandtbas' sales. of propanil which by operation
orla0v;ilUt~?rize the,pu~chilser; to res,~II;or use the. pur
chased propanil in. the patented .method. Petitioners fur
ther assert that misuse can be avoided (purged) only if
~ldhin ,~,nd 'Haas grants express lie'euses under its .patent
(compulsory· ·!icensillg) to legitimize petitioners' in-

frin~e~__en~~;,>:,:, • ",'" '.' .' ..'" '
..•... Several provisionso,f the ~~52 Patent. Act relating to
"tisepateI1ts"forrn. the". focal· point of this litigation. In
ado!'ting the general Act ".to revise and codify" the
l'atent L~",s i~ 1952,Congress specifically .authorized
pate~tpr?t~ctian f6~' the dis'ca~:ery'of a new ,use fa! an
old product (35 U. S. C. §IOO(b) );itprovided a separate
cause ofaetion for active iIlducemeIit:of infringement (35
U.S. C. §271(b)); it restored to the by a small portion
oft~econrribut6I)~}!1frinf4ement doctrine, wl1ich, doctrine
~atl previously been cmoieated by the Me-rcoiddecisions ~

(35 U.S: C. § 271(c) and (d)); and it reaifirmedthe
traditionttl,',right ,of: a .patentee. to: exclude others.,frOl~

practi~ing hisI'at~~tright (35U.S. C. § 154). That
pC)Ttiol1 of ,the contrHj~ltory infringemen,t. doctrine restored
to',th,eIu\V)n §271( c) dealt with the v~iy conduct at is~ve
here"-thesale of nonstaples having use only in a patented

pro·cess:":':'";''' ' ,'. ..' .', , . :,'
As re~ounted in the Court of Appealsdecisiall, §271

had,its roots iIi', the judicially ,c~'eated doctrine of con
tribut,ory inf~in,gement. .At,one point, thisC.outt. applied
th~' doctrine to staples andnonstaples a1ik~, and pern1itteq
a patentee to limit r ,l.d control a variety of commerce, bofh
that which existed apart from the patented invelltionartd
that· which. necessarily, resulted in infringement since the
material' sold ',had no other use. The Court then sub
stantially eroded this broad doctrine by holding that it was
a "patent 'misuse to interfere with the safe of unpatented

, staples: \vll~~h had: uses otl,lel~tha~n to: infr'inge. ,,' .. SU'cll' int~r
ference: wouldpreempt'-'existing'and.1egititnate' salfs )~f
unpatented' subst~nces,for noninfl:i~ging pui-poses., "Con
trary to the argi.:lments of petitioners and the Justice De
partment hel"e;" all. of this'Cotirt's 'ca~es'on paten~" misti~e

prior to Mcrcoid- dealt \'lith such staples, and' those, de
cisio'riS would not have' condemriedRohm and Haas'
presentadivities asmlslis'e. "Finally, in the 'l\lel'coid cases,
this :Court fortl~e'firsttiineappliedthe'p~ten~misuse doc,
:trine against-' unpatenteclnonstapl~ _in,at~rials. ,Justice
Douglas recognized the devastating effect of this decision
on the, doctrine of contributory in.frin~el11en~, and h,c no:te,d
that:" "What -residuum may beleftw~ need not stop' to
consider" (320 U. S.•t 669).. •........ ..

Following the',iHercoi~ de~isiol1s.,ther,e'ai·~se a'~o~e~
meni'to, resto're a small measure',of tile 'doCtrine' restricted,
however',to nonst~ples, and: this cillll1inat~tl'1rlf27I{c)
and (d), enacted as part ,,£.the 1952 Patent Ap. The
eHect!'-of '§'27t,: and the wording, to, Hcl~~ey~'"t~at '~;~1ct~

were careftlIly considc~·ed during th~f~urye<irS'?fhc,a~iri~~
whiclrprcccdcd'its enactment. ,f?urin~ those'11ea~ings,:W~
Jllstice Dcpartlncnt,rep'catccUY"llr?cd ,tha t", th~-, Act'not,:~~
passed since' its cIrect~: i':IICI' al~a, ,w?uId 'permit, 'a pa,te!1t~~
to, sell 'unpatented 'parts .for a',patented', com1:>iriatiO?,,::irid
at·-thesame time prohibit his competitors< from 's~lling '$l\ch
unpatented ma-t-erials':iltcoinpetiticm ~itll·hiln., Ale)'
draftsman of the Act agreed that such aCtivity would be
authorizcd by riow § 271(d)·, He alsoagre'ed with the
Congressional 'Subcom:tnihce: coilside~ing ::,'the';, 'a't:i, that
Mercoid involved a right to"use' acombinatfon 'patent
predicated solely: upon the,~ .l]urch~se"of an, unpatcTlte<.l
element thereof from the patentee. He furlher s\ated that
such practice ,\vouldbe one of the' activities permitted by'

now § 271. . .. . . ..
Congress, . listened to ,essentially "every 'argument

agairist'the'act now 111ade by}tlstic-eandpetitibners. It
resolved, public policy in' favor ofc~ntribiItorf'infringe

ment as defined in § 271 (c) and (d) and in so doing it
legislated, in accord with the's<une: basiq rl~1icy' whichled
tq::theestabIisI-iment 'of"the, patent'system pursuant ,to
Article·'I;'-Section:,:B""of,' 'the 'Constitution. Under that
system, the exclusive rights grante'd lo:'a'patentee:::hike
nothing from the p'ublic which it had before the invention;
at the same time, innovalibn' 'lsis-fiinhIated by the reward
of a limited ternl of exclusivity. Similarly, the doctrine of
contributory infringement takes' nothing from 'the' public
when it .perm~ts a patentee ,~o ,-enforc.e, his 'patent against
those who, deal ill unpatentednonstaplesubs.tancesused-;'
only in infriIl,ging ~ways.""Befdre,the patented ,invention,
there,was no;known conllnereial,us~ for:the unpatented
substance. The public is benefited,by"theinventive usc
while? demand is created ,for the unpatented material.
This not only stimulates the search for new uses of known
h1.iruscIess>mat~~ials", it also furthers"', development of
altern~tiv,~,nlaterh~ls,:and uses. ",No I~gH~lnate competition
is burdened since, by definition (§ 271 (c)), the sale of a
nonstaple must lead inevitablytl? direct infringement.'

To makecon:tributoryinfringement n' viable doctrine,
Congress "dopted § 271 (d) which exempted patent owncrs
frOIn; «misuseo~ illeg~ll,cxtension of.the,patellt,righf' when
they engage in three activities :: subsection (d)(l) permits
Rohm and Haas "tosell unpatented [nonstaple] propanil
for use inils patent~dprocess";subsection (cl)(2 ) permits
Rohm and Haas to license its patent to others who ".,ell
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[~h~, ,~o~,staple!, J?,ropaI1i~ l(}r, us~in i.t~RateIIted_proG.e_ss and
cdlIectroya!ties fro\11.those sales"; and subs~ction (d)(3)
permits, Ro'hin,' an~" Haas ,toenforce:Hs .process-.patent
a~ainst:<~una~lthori_:cd:s~l1er(,o~, 'the:, ppp~t~ple,p.r()pa:nil. 3

Sectiong71(d) reads ili~iunctively andRobm and. Haas
'may,e~ga£:e;:in u9I1eor more': :of th,ese activities; {t, is. ,not
r~9:1{iretl, ,to ,el1ga,ge' .in;' on~/lf: the__stat~d actiyities:b.efore
~eing:~Hle to"el1ga~ej~:one,of tl~eqther a()tivities.:Thos~
'Who ,dr~ft~d tl~e_~ct :_I.~ade_ :i~,cl~_~:, :att4e :underl~ing:hear
lngsfJlatone '~C11tlp1Jc~11se,,~r.su,epll':'h~~,_;p_ate~t.';~nd he ,.did
not ;have .to do both. .'. • " ...
:_"" ,,:lg~6ring tl1i~_, ai~j~ll~~tive_wQ1:dinga~q-:lE;gislatixe in,"
teri~;})etitiOI;t~rs: P~'~,~~e;:,tlpt :b~ca~se R()hm~l1(l ;H,aas"sells
'unpatented honstaple propanilaspermitted, ,by Xd):CO,
it:nq.:Iong,er.h.~s"4~,.-()prjQI~rl11'~g11t,,t,q.,;}i<;,en~e!if$·;p.ateilt:under

@(,2).. Inst~ad,th~y'argue, iLiscolllpeIled to Mcenseall
(>.th~r., ,inrin~fflc:tu,re~sp.nd :fheir;,distripl\t.orsJmder dIe ·\Mi1~
s,qn ,'pat~J)t .'.: ,,:I~?\~eyer;. ',cOlnpulsOlY- Jicensing is, \f~:ne~gR.to
our:,plltent,sys,fem.,. Ifrequit~d for"all .use <l,I1-0 ;combination
patciits ;w!ler~, ;th~;, pat~nt ,:owm~rs.ens,e;t ,,:noilstaple, ,com
P.onent 'theJ;eof, ,.,,~o.l~lPliI~ory, Ji~el1siI1:g,would necessitate
extelW~vecOllit il1,tcrv,eptiQn tode,c:ic.le :;what.. js ".<l__:"reason
abI.~"royalty,)l.ow many ,u.ld whosllllll'be licensed; what
~ltapbe-:th~:~~~m~,an(Ldl,lr\l#~n.()f]iC~llse;,etc." TJw,hui'den
of.Honw'ulsory ,licensing :o~t ,use" and .-comhination,;patents
'Y0uld chm:,sor,~ly 'f!cedgd, h~novllti911 :wi:f.h.~no~ ;resulting
benefit to the RubHc.. " .. ' ,': . ";

The Court.of i\.ppeals correctly held. thats\atutorily
pe~issible,c~mdlwtut;lq~r§}.7U.cl)'cannot ,qonstitute,:an
illega]tie,in. Spction 271(d)exprcssly states that .activity
depnedby: th~act; is Ilo.t.·an ,:~illegal" ,ex,tension 'Qf -the ,patent
right; no Jegitill1.ate;,~ommerce. :is,cqntrolled ,( a ,basic' Ie.,
quirement •fW "ilIeg,d. tying) hy. such.. activity, .,and the
alleged tie herein is 'simply an authorization to :se1l:qruse
the.purchased:prodllct...a1jsi1lgby traditionril.concepts of
exhaustion o(monoPoly which existed long before~271
was ,passed,. ," NO,,~l~cision :I:W this.Collrt.since .the' ,enact,:
ment of ~271hasaddress~dtheIssuespr~sented.bythis
case.' -The Court, J:1~s,:ho\v!3ver,:e;xpressly,conflnned that
an.~ctio~ for,c~rt~ib~tory)nfringement~which necessarily:
isdir~cted':to ul1pateI1t~d"ma~erials.-,---has.b,een,revived, :as
a sJlbstall\jve rightby§27L

•ARGUMENT,

Introductory.

.The Circuit ·Cdurtcorrecilyheld that under the 1952
Patent Act, Rohm and Haas' is: not .guilty'ofmisllse for
selling .all unpatented nonstari1e:hrodllct tocustonlerswho,
by operation of law, ~hereby'acquirethe rigllt.to "tlscthe
productoin,practicing:the "patented method:' 'PetidoiIers',
however, contend--that Rohm and Haasrnisuses its patent

3:':'!he's~quotati~lis'iJefromJB 13;.see al~~ ·~~6.
4;' Purchas'ers fron;' 'Hohl11 and H ~asacci~ire tl~e' righ~ \o;use

prop ::mn'il1. the:patentcdmethod because propallilhas no o~her use
and thelW,tcntedmcth.od is recommended all propanil·sbbcls.
The 'right so'acquired is. based 011 the fiuniliarprindple that· "the
authorized sale of illl article which is capable of usc only illprac~
tieing the patclltis ,a relinquishment of the patclltlllonopoly with,
respect ,to Jhe •. illttclc .s.old.,": [J'lilc.c{Sla[es v,,9uivis :Le'ls.··CO~, :.316
U. S. 241, 249 (1042); s·cc. aIso.Adams v. Burb, 84; U. S.. (17 Wall,)
453, 456 (1873); and i\roJlwllIfaclllrin{,!., Co. v. COlwcrtible To})
Replacemcilt Co., 377U. S. 476,497 (19G4), known as,ATOll.The
"relin9-uishnlcllt.of the pat<"ilLlllOIlOpoly'~ i~ ~()mf;ltirq~sd~aracte.rized
as an ~Xhl1tlStiOIl ?f,thc paten~ right or us anjmplicdlicep.se.

unless it grants express :licenses to:propanil :nlahufac·tfir~is
on, reaso;nabJeterrns. " "

, '. There isa,b;:isic il~cRns~~tenc:yIn. :petifioners" :position
ihat Rohmand Haas Js misusing its patent ,by, controlling
or.derIving,profits ,{r()mthe" ,:sale,of,unpatented:propariiT~

!but ,tnat :this ,misuse jSlJJ1!:ge,cknucL,the 'ip,""te,nt;,,,hecomes
,:~rif9r~eabl~ if Rohm ,and.II(1as,grants pe,titioners':licet:Ises
,!Ci .&j :th,!.8Qn1e,:thillg. :"I~l ;eith,er "eyent, ;the ,:patent ];ightds
'··~xte~de.d,'.· .~.~. :p~rn.litted,~y,:~he,pontribut.o}'Yinfringement
g.,o,ct!jne "~Q.~rrIbrac~pnp<1teIIted'P~()p~.;,.:The ,~qHes:tj?n

~c~aJ~Y IJT.eSentedby, petitioner~: ,is, 'not':-RQhlU:an~ ',Haa,s~

'q~11t te,) .se11,propaniI'<lr,ld it§ :~ust9,p)el'~',rjght:tQ::use,it,;!but

~a~herJ)~t,iV~ners' l'igllt,',:to: .con;lpu~sory·JiGen~S'A0,.,~enable
,iheIntodo tb~sallleJhing. It is self,evid~nt thitpeti"
tionersare hasically cle111i.mdinga liceiise tolegitiT(lize;;their
,saleso'f ;propaniI \~ihich, in the absence o:fsti.cih a:license,
are wanton al)~,wH~u'tp.aten~:,jnfrin,g;e:mepts~ndt.comp.eti-non. . . . . '. . . . .'

I. On the.l\\ery 'Faceofthe:l952 Patent Act; SinceRe
:spondent:Rohm' and ,HmHt Activities ::Ar.e,L'iIriited: ~to
:NoIlstaples:,'TheyAI:eWithin·thc:Statulory.Exce;ptions
•.;(0 ·th~ ,MisnseDoctrinein:35U. $'C.§,27iI(d).· '.

The Ip521'itent Act,entiiledan~ctboth"t6r~,,;;e
and. codify the laws",specificallyextendspat~ntpr()teF
tion, ,·t~~ ~p~te~t-.,right,..to~he .,clisco,veryo( .~.,new. c:~~:~': :f0~
a krio"", or old moduct.' The Actdefines i>~t"ntiiifrillg,,-
mentin 35U. S;C.}27I(~),andprovidesil1~.u],~"ctiOll
(b) that/hose persons whoactivelyi"dttce}nfrillgfm.qnt
shall be liable as infringers. Subsection (c) ,of ,§27cl
:impqses lIahility for cont1:ibH.tory· jl1fdngemen,~,:en,,':dw~se
who sell 'a: <'component of ... a patented pTbcess,~.:;:khq",~
ingth~ .same to be espepially made orespe,ciallradl\pted
Jar 'use',in~~,jnfringe~e~tof~~lc4.,.pat~.~f,'J?rQvi:a~;d,<~e
component constitutes '"d ,~l<lterialpart"iqf tll~)ri,y,el!ti()A:~

:~~4 ;is,"~ot •.~ staple .iifticl~.,?f-,:con;i~6di~y .Qr.,'pOIDn1.:~r:c.e
sUitabl~ -for '·substantial noni#f6ngi~g ,U,S6";., :~~fft~oJ,1erti~
sales admittedly .faIl within. theexJ)\icit 'l)rohibitIon~,ot
§27I(c),contributory infringement {PH 6;A..9-lq).an;l
Roh~ .arldHaas'shles·,of ;prOlJaril,'\yereitllot,the,.patent
own,e~~,,\Vo~'19' al~o;.Re "contdbl;l5?ly,hlfr~:vgel11en,,t.,,.:.,:,,; ,

'S.~ctio~ ~. ~71 (<1 ),', Jh~;. ,criti<;al ;.sef:#p~"Hn4~,l-~pns'~R;\
fiori;; provi?es, th<l~,:a.patent :owner ·shaIl'l1otbe,~deeIl1~;
guIlty ,:~ither .of IJatent "~misp~,e :'Qx 'illegal~;<tenS~911,;9f(t~Ie. .
:patentl'i$ht",)or ,doing. ,a~y" ,9il,e ',.9r, Hl1y,/polnhinatiofl',9f
thre~ specific acts,. "e,ach.,:9,r',\vhicll T~lates, tq'~q(:m'~l;il);u£ory
infringemellt" '." The.stahlte .. ,insulate~ .. the:. pate~lt •• ,.o.\YJJer
f!om l11is~se.whetherits .. actiyities consist:-qCstlHI1g.uw;I~~
subsection: (1)', licensing 'one or moreper~o~s''~~~~r :,s.Pp.-[
se,cHon .' (~)" ,suing. :either infringers ,or ':~o.ntri1:>,utql)r' in
fringers un4er.su~secti9f:1,.,(3)', or_;~ny .~·qm1:>.ina~i9~ tp,Elreo!-

." On the very face of the statute, l}0!lffi.and.llal\s'
c~allenged acts are only those whiph§ 271(d)sar~·are.
not ,a ": .. misuse or illegal extension 'oLthe .pa'f:e;nt
''.gh'",',' ,', ',~ ",,'" , " '" ,,, ' .' ,', ."", ' ,,,', ';' -- "",,'.''-''', ,-

f) t.,. .., . ,. ."
It bas "derived revenue from acts ",hich if perf9rm~d

by ,another, without. [its] "conseIlt, w()uld",constitute, con~
tributory infringement of the [Wilson] patent'" ( §271{d)
(1)), th.at is, Rohm and Haas has sold propanilJor.",~e.d

,', ';,"" .' "",' '.'- ,,; ,',' ." "

5. In this respect, 35 U. S. C. .§JOO(b )provides,thnt,a ;prjJcess
which may'be tl~c suhject Of'}ll'invcutioll··!nc,ludcs .f\.ncw',llS~,O(::'~,

know~ l~~occss; machillC. manufi.lctur~, ,.cpmp9;siti,011,qf:.}na,t,t€1r"or<matenal. . ' , ..,' "'.J" .. __. __ ,
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·dontroriri'rice:.6 .·Sale·bf·p·rOp~riilby another is :ti6iltribu-:
"torY'il1fringemerit 'becau~e 'propanil is" admittedly not a
~'staple article or commodity' 'of' commerce 'suitable for:
su~stantial_ .11oninfringing use" _a~~, it is sold for and, used
by purchasers only in r;'ethods embraced by the Wilson
':p~~~nt_" ~Iaims:__~s; the: sale. _ac'tive ingredient~ppB~a' ,to
both weeds and crops in the patent~d method, propanil____
in the words of § 271(c)-isa"materiaI l,.rtof the
[Wilson] invention"and is "espedally lTIade or especially
adapted" for .use in the lriethods claimed in the. Wilson
pitent.Byiheexpressmandate of §271( d)(l);there~
fore, Rohm. and Haas' deriving of revenue from saleso£
Jhis"product :aoes, noL constitute -','misuse -or·illega:l' exten
sionofthe patent. righti'

,·:·llY operation oHaw, ,Rohmand Haas', sale of propanil
anthorizes the purcha;er to reselLthe purchased product
for: use in the patented method. But§271(d)(2)
exempts Rolun. and, Haas from misuse if it has "authorized
another to p·erform acts which if performed without [its]
consentwould:c6Iistitute: contrib1.,Itory infringement of the

'[WilsonJ'patent,'" In the absence of the implied authori
c>,:.!:ation, ,resaIe·.,constitutes contributory infringemen~. Sec-

tiorr:271 (d)( 2 ) 'provides that Rohm and Haas shall not
"b~ denied relief or deemed guilty of misuse or illegal
eXtml~ionof the [Wilson] patent right by reason of" having

.'done this act. .
. Despite RohIn arid' Haas~refusal to grant licenses ·to

petitioners, petitioners' insist' OIl 'selling' propanil'" for the
patented method. Rohm and Haas has therefore "sought
t~ ;~nforce ,[its'A'ilson] patentrights against infringe!Uent
[and] contributory infrin%ement". Seeking to cIlforce the
Wilson patent against petitioners rather theiR license them
does not ,constitute "mistise>orHlegal extension'of:fhe pat
ent right" sirice iris 'expressly authorized by § 271(d)( 3).

Section 271(d) also expressly provides that no·com
,·binatioR'of:the 'above.;described acts can give 'rise either
to \patenb misuse , or 'any othetillegal extehskm 'of the"
patent right. 'In the words of§ 271 (d), the patentee may
do,,'~'one ot :mbre"of:th~ practices enumerated: in sub-

'sedioris (1), (2), and (3), and, as held by the Court of
Appeals, this «reinforces the view that a patebteemay sell

'unp(ltenb~d components:while refusing, to lidmse others to
do: the same conduct----'sell the unpatented, component
withouftherehybeing deemed guilty of misuse" (A. 144).

Petitioners, do'not ,dispute that respondent Rohm and
Haas has carried ouU\cts authorized hy the § 271 (d)( 1)
,to. (0) stattltory exceptions. Based onthe plain wording
olthe sfalute, th~t should be the en.d ,of .it.

",','j.;,>; ,.Ho~,evel'" p'et~tione'rs,see~ to "avoi~ ,the plain, import
.. ofJ.271(d)by claiming thatRohm .and Haas does some

thing else, i.e., it refuses to license petitioners to legitimize
;thfi~; infringement But there is no compulsory'license

priJV1sionin§ 271 (d).IEd Congress desired to c~jjdition
§ 271(d) on alicensing requirement, it couldeasilr have
d~,~e' so~bu't'this,wbuld 4ave :r~quired:,~l~aS~ic,ph~'~:~es in
the existing statutory hirignage..No\Vherein the language

':of thea~t or itse~teJ1sive historY'isthere' anx suggestion
that the' authorized acts necessitate' 'compulso~y licenses.

'Plainly, enforcenient under § 271(d)(3) was not con
ditionedupon licensing under § 271 (d)(2).

II. The Histow'of 35U,S. C,'§271(d)CoriArilIs That It
Exe~~tsnc~pond~ntFrom Patcnt" Misuse.

A, TIlajof,part" of the decision bel~w ," COt?,sisted:,of, ,an
extensive, well-rcaspned ,analysis, pf tpe:,hi~tory.1md~rlYi~"g
§ 271 (c) ancl (d). That analysis shows beYond question
that Roh,in and Ha~s is, eX,empffrom misuse because, its
activitic's an~. C'?f?ffement are l~nlite4",to a, non~t!iPle

. product." The' ,legislativchist,ory::~cl~ter~ ,?n: (a), the. de
cisions,.of this:~,6i;rt ~stablishiI?g'the eqll~table'"doctr,ine
Of, contri~utory' infringement, then, inc:reasinglY",cro4,ing ,it
by expaneling thedoctrineofpate~t misuse; and(b) the
ensuing.hearingSail<1 passage of the 1952 Patent Act,
clearly, showing" ~iat Congress interided,to~anc1", di4~
restore the contributory infri~gelnent doctr"i~e: t9 :,a narrow
'class '?f cases involvIng" the sale ,of '. n,on~ta)J,lc, PJodu~b
whieJ}' have no' conunerci<~fllse. ~xccpt to inft:.inge" a rate:n.t.

A. 'The Decisional I-listo'ry;

,~ "As, a:neccssary"l):relude' tq" Hs statutory, constmction,
the Co'urrof Appeals discussed 'l~e historical progressiqn
of judicial decisions leading to the' enactmerit of § 271Cc)
alld(d). It first discussed (A. 145'153) the development

:: of' the' ·~judicial.invehtion~' of contributory: infringement
'~designed to give effective prOtection to p'atentees'" against
those .koowingly sUPl1lying others with the tools of in
.fringcment (A. 145).

The Arst case applying the rule of conb·ibutory in
fringem&nt was Wallace 'v. Holmes, 29 Fed.· Cas. No.
17,100', (CG.; D. Conn: 1871) .'The 'iriVention was a
kerosene oil Ja:mp. ", The :daiii1s 'reCited' u"unique:"6urner
arrangement phis :a':conventiorial'''glass c1rlmney. De-.
fendimt so]d6I1ly thehurnerand therefore alleged he was
not,;an infringer.::'-The strong 'seriseof equity which im
pelled the court to find liability isapparentiriJudge
Wood~uff's opjnion:

"A~~. n~w it is ,urged, that, having ma~e and
sold~umers"only" they arenot)nfringers,."even
though they bavedistributed them throughout the
country, in ,competition wHhthe ~on!pla,inant,~,a,l1.d

have to tl1eir ubnos;tability, occupied the mark~t;with
the ceriain knowledge that such hurners are to be
rised, as they can be used, by the addition of a
chimney.·M~nifestly, there is no ,merit in this de
fense, and it must be regretted if the law. be not such
as'willprotec,t th~ complain'ants against this palpable
interferenGe.

• • •
"It cannot be, that, whei'ett' usefuF'rriachille' is

patented as a combination of-parts" two or mote can
engage in its constru~tion nndsnle,and,.protect them-

8..- The,expression:"contributory infringement":was,first used in
Synder v. Bunnell, 29 F. 47 (C, C. S. D. N. Y. 1886).
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.~l:lI\,e~hy.sh()\Vipg"th~t, thollgh, unitedin.an .• f:~Iort-to
·J?rpcluee, th~ sam<~_ machine~all(r'sel~i~;~md,'bri~g :it

itlto _;eX:te~~iv:e_use~ :,~qch_:ril,aker_s :and ~~ns ,9ne:part:,ox~ly i

·,wliich<is' ~seless_ \~ithoutthe~thers, ,and' _stillanoth~r'
person." in __pI:ed~,e;', ", cOl1fonnity, with -th~<:purpose'.tn:
.YieV\!._p1Jts tpern,together'[oruse.':.If i~{,,:ere,s'O, sv.ph'

· ,pateIlts would, indeed, be of little value, In such
case, 'aU ~re tOTt,:,feasor~".e:p.gagecl.i~_ 3: ",Ql?I!1IllQD, ,py~.-:
pose,to,infri~ge the patent" and actually, by their;

-.:,con.c.~~~,e~_'~ctiqn;~.'produci:p.g:thati'esu.ltt~; ,

InLe~iis&C(Jtii~Co.v. Victor Tdlking MadhineCo.,
213 U,.S.·325"(1909), thi~ C"curtr~~ognizedlhedoc\1"il1e
_?f __-coritri:huto~t: :i~~ngEh~~_~~" ~ila~ppli~9< it :'to,protect .the:
-qWI1~r :d~:. a.:'l'~:tent 'C9vering"the,cpmbinatfo~: .b.f:;a .,qisc
rec~~(l.and a.,stylus, .£r~n~ .de'f~nd~nfs':ll~lic~nse(r sa,le,:'p£
ais~~toputcl~~sers \vl~~ u:s~'~. the~l,i,n :i~fripgi~~ ·th~,pate~t.
'Thd~ discs ,i,ll.; i,ss'~e':.\yere tolIn.d 'cqy tws :Co,·urt;tolJe;. :un
suit~ble,':for' allY .pon-iI1f~ingiI1g p.tll:poses" :,so,:fh,ey we~e
··~O;]'~taples·'~;'. 'T~is :~a'ildma'rk .d~cision, ,\¥as, ;ueyer9ver
ruledbY thisCourtuntil the N~rcQid. dec\sions, thirty,fiye
yea,'s later.. A ne"essary resultot .Leei4 & Catlin and
similar. a~?isioJJ.s \yas"to extend th~ ;pate:ut, !ight, tlJ .~i1CAu9-e
nonstal?lepi~feri"ls I1ritliterally embrac~d by the langllage
o£.'the cIaipis( e.g., discs wer~protectedalthough ;the.
'claims covered the combination of disc and stylus): .

The contributory infrirgemertdoctrine.reached its
"high water" mark several years later in. Henry v. A. B.
Dick Co., 224 U .• S, 1 (1912). The court lJelow described
theA. B. Dick holding as follows (A. 151): .

"The.principlesenunciated in Dick eflectively'enabled
~ .patentee, to '<ti~> -ordinary ,sta,ples:ofcomm:erce; ,none:
of which 'w~s :,even :an"e~epwnt :of'-the ,patentecl,~evice"

:to:apurchnser~s right: tonse:. the· device. This:,result
was achievedhy enforcing through the ,patent law
,instead of general contracHaw anottee attached to
eachpatent~d,mac.hine at sale. ~thatr~.quire<J;th~:pur.
',chaser Jp !,us~e..·the mn~chine,only,with .'st~mcil<pape,r,.

ink,Ol;"other supplies:made ,by \he. ,paten\.hoJder, ,
A. R))ick. :.Themajority TMled (hat any breach .of

, thesecQn<litiQ~s .bythebuyer :constitlttedinfringe
..ment ofthe ulld~rlying.patentandthaLan)' conduct
'aiding.tbeb,each.wascontr\butOly.infringemellC,

The A. B. Dick case thus extended the patent right
far beyond Leeds & Cdtlintoembrace staple materials
.capabl~, 'd£..~an,~ :,uses, besi4es::in,the. claimed invention.
It is self-evident that A. B: Dick interfered wiih a long
standing; substantial' business ,In' the, sale ,,0£ .ul1P~tented

.staples,', ·"stencil. 'paper,i~k .orothe!. s~PIJli~s",. alld it is
not at aU surprising that the pendulum between the anti
trust ,laws, and t~e pa~entlaws then moved in tIle ollposite
direction Jor' the next thirty. years.cti]~inating in the
Me"caid cases'and passage .of §271 in Tesp~nse thereto.

A. B. Dick's intrusion' of the patent laws i.nto the
antitrust area led Congress expressly to liinit it, two' years
later, in Section 3 of the Clayton Act. As stated by the
~orrtbel?,w (A. Hi3.):

'~wO'jyears, later 'in partial response: to Dick; Congress
passed-section 3 ofthe Clayton Act 'andthe·Federal
Trade Commission Act. New· members' of ·the,Court
joined witp th,e'pi¢k ~ihodtytof9'~Iila'~~,\V:tn.aj?I1,~x,

9. ,Emphasis:suppliec1 in all'quotations ~'nl~ss;~pecifi~any,stated
to thecontmry..
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the

and. therea!!er (he., Collrtbegan ,a re(reat {rom the
,~princ~pl~s.just .n~viewea.· .Theirvehicile;-was:>the,:new
doctIineof .'p~ten:t :mis~se:'

There JoUmyed a,steaqyero~.~on, of,contrlbu,~9F),:·il1fpi~~~
mentb~ .the: ,nev; ,judicially,~<:~·e~t~d ~octrin~.;o£ ,P~t~l).t
misuse,traced .in detaIl 'by the. court below'. ( A.. 153-,Ip~.),
~p~'inlit~~g' :I~ }l~~,¥crcoid,<:lecisions:', ";:. ' :.' ',; ,: ~

."'.' ..•...InM"ti0'1p'icture;rat~lItsCo, p.U;nip~>;salF'ilmMfg·
'S~,,24S lJ, 5.5% 516(I917Lin!he.~ontext;of(~tal'le
'artic1es,\he Cour~s¢( fo,~h,vhatbecal}lethes\and~rdJor

pa~~~t ,1l1i~use:

'~e :are ,convinced thatth~.:.e~c1nsive:.~igh~"grante~"in
every patent ,must be ·limited.''to';-''~'e:ii~vent~01i::ae

sciibed;jn:the"claims~oLthe'patent/ana,·that~~ti~:not
competent ....[to] :extend the scope'. ~':jhy'restriCtii1g
the use of :it to,,:materials'necessul:Y::in its ,operation,

,;:but'which;:are 'nopart"of-',the,patfmted:invention)'::.9;'j

On, :tlU~': :rt:asonillg, the.. :Gqu(t .'helcl"llnenforceabl~"',.'~.-·~c~n
tra,9tual ,re..qu,i~ement :that"a:purchaser .of :a::patented:·nia
cmneuse ,in .tha~ ,macmne·,only film-:c-a'<stap1e:::artiGle ;capa
'ble:of::sub,s~an~~al'noninfringiI).g~se's7Purcll~se.d:from.,the
.pa!ent~e (A. 153).,,: .
. .Petitipnere'historieal argument!n Poirl! 2 {PB 13,JS)
is wrong and exlends far beyond this Cour\'s,holdingsi)in
,MotiQn,.Pic/ul'i:: and:fhc;.succeeding:lnistlse:cas,es.~',··:Noneof

the cases, prior toMercoia, abolished the contribntory
,infringement, doctrine when "the,. :paterit :owneJ; .sold: un
patented, nonstople produci~. The doctrine. was not de
stroyedby the Motion Picture c"se, which related onlyeto
st~pl,e artides,:bt~twasdhl1inish~d:over.',the ne~ ~7:.years

nnti1 the Mercoidcases wer~d~dded. .' ......• ',' •. '
In,succ~edi~g:c~s~~, .patent,1l'\is.1J~~.barr~d. ,relief /{or

po~tributoryjIlfriw?,~m~p.t: .. ,' '., '.

I} where the patenteeJmd'required userS'to,p'urchdse
Jor:u~ejna patented 'cbmbination solid;carbon ,dioxide

:-:-:-.a!ibwle ,artiCle 'c~pable:::of'substanlia1 ~n6riinfFingi~lg
ius~from· Jts exclusive '1iCerisee,,'Cal'bice:Co1'p/~of

. ,t\me,ricq. v.; )lm~'I,'icall, ,PafCi!ts:J)ev. '·Corp.;'-283,:'U.''c$.,
27(1931);

~.2,) .jnthepatent owner'slimitation·rif the righLto
;:use,a-:patented:process. tiy,:putchasersof'bituni~nous '
.paving· material"","a .staple ,article capable"oUsubstan
tia]: Doninfri;nging'" use...,...;,;fiom' ,the ·.',patentee/,'-'Leitch
Mfg. Co.'v. Barber Co., 302 U.:S.458 (193S);

3) in theteqllirement thatpurchasersofa pa~~nted
dispenser buy salt'-:a. staple article capable 6£ 'sub
st~ntialnonin£ri~'ging"u~~~fro~,the';·patente~,.... Morton
Salt Co. v. G. S. S,jppiger Co., 314 U, s. 48&( 1942);

and ..c, . . ...•....••..;"
4) in the reqt,lirement'. th~.t those ...wpo\Vj~.h~9..,.to
practic~. a .pa~ent,ed process ,,for r.ei.I1forcip.g:,;~.h,oe in
soles ·purchase ..:r~bbe~:.cemeI1~;=a __~t~~Ie ;~r~cle;:,'~a~a
bl~' pK,;substa1]ti~ '~onirlftin~ing' ';use~iredly "01'
iJ;ldirectly fro~~cthepatent'mVner;, -R.. ,]3. cDbeinicalCo.
".E(lis,314U. S. 495.· (942).

Ii, all of' thisCourt'sl;atent.c mis;'se lioldi~gsp;.irifto
MercoM cases, the unpatented component sold ,by

(No, 474)l' c 6

Published;byTHE.BU~EAU OF: ;NA,TION,~,L,·~I':Ffl.IRS, .INC:. " WASHINGrON,. .l?,.c,:;20037



TEXT,'4,1(), 80 ' (PTen

!he alleged-:contributory infringer wasa· staple article.
ltavingsu.bsta,ntialll0ninJrh~ging l1ses.1

() Under, the Court's
. hol.dings, the sellers .of such established commodities as
:Jilm, :carbbn, dioxide, p~ving:,materiat salt, and :rubber
.~m~'f1,t_",~re, given protection against the contributory:

infringerrient doctrine. The suggestion (JB 8"10) that
'.decisions prior:to ,Mercoid would, have condellmed, ,}\ohm

_.~n~,H:a,as· :activity tl{~Te, is. simply fah;~. "The:-insta,ut::facts
,,~m!olve':an,admitted" uo.nstaple" and not until, Merc:;oid---

which Congress modified by § 271-would Rohni a.nd
Haas': presentpoli~yhave,been' considered misuse.

In the first Mercoid case (320 U. S. 661), the pateut
rel~te(ltoa heating system comprising a stoker, 'a thernio- '

-".shit"and _:1'- stoker., switch•. The stoker :'switch was .un~

pat~nted pe".se; but it had use only in the patented heat"
tng'system. The'patentee initially adopted a policy of
,grariting ,;1 license ·.o,nly. to·,cnstomers ,'who purchased',the

.",unpatented, s,toker'switclL from> the patent owner or: his
·exclusive:·licensee.,~ '''hen 'the patentee',brought suit for
contributory;iilfringement' against an unlicensed sellei"" of

,:,the :unpatented' stoker.. S\·.;itch; and the' defense of patent
mis~lse wa's raised, this.: Court 'sustained the defense 'ahd
alSo' overruled Leeds &- Catlin, which had remained viable

. sinq, 1909 (320 U. S.668-69). Justice Douglas wrote
,that- the,:COlirfs decision and those preceding it,' ':1imit
'sub~tantiany the doctrine of contributory infring@ment.
",hatyesicluttID may be left we need not stop to consider."
(32911' S.669; A. 158-60)..., .'
. ,The JusticeD~partmentpresents (JB 20-22) a mis-

:".~~:actil1i( S~tnlwary pfthe Me,reoid cas~s (which's~tmmary
C()I1nict~\~ithits pre~·ious {llterpretations of 'Mer~oM, see

,intia Pflges28, 35-42 and 1949 H~arings, pages 53~,54 and
"19~\Hearings,pa~e207}. In. Mereoia I, the alleged iIll-
prope~' activity w~~ chaiacterize'd by the, Collrt of Appeals
as the equivalent of granting a written' license' \vith the

,,"condition' th..lt the patented system be pnl.cticeclonly with
switches>purchascc1 from the single exclusive licensee
(133 F. 2d 810. 811, see 43 F. Supp. 094, Finding 15).
The Suprellle Courtflgreed with this analysis (320 U. S.
663) as did the proponents of what became § 271 and

'. thes"ubcommittee considering it (1949 Hearings, page
'59); ,While the Mereoid I patentee later offered licenses,
no' Hcenseswere offered to competitors -for many years.
'The':Ttistice Departmehfs" contention 'that Mercoid :was
offered::f'license: by Mid-Continent .prior to the issuance
of the HoneyWell license (JB 20.21) is plainly wrong,

;:since··theH;orieyWell lib~nseissued··prior to: Mid~Con

'tIrienfs'Bven·acquiririg:irlghts"under the patent inqiiestion
(43F.Supp. 694, Finding 12). .

The Cotitt"agaiIi' sustainecl the patent'misuse defenst:l
iri lvIeredid II( 320 U. S. 680) against them.imfacturer

10. 'Petitioners argue that the B. s..C'lemical.casc'jnvolved a
non-staple (PBI5; ',see also JB23, Note~O). This ,is not con'ectj
'sei:i'32 F. Stipp; 690,698 (D. 1hss. 1940). oJfd 117 F.2d 829 (1st
:Cir;1941) \vhere the courtstat<:d that "defendant's latex adhesive
is "n()tmanu,faNun~d by it> 'exclusively: for use in thc,patented
process. It is a product manufactured by other concerns and
,~oug~~ and sold, in the. nlarket." .. ,This Court's decision in B. B.
Chemical made no reference to nonstaples. The Court of Appeals
herein. referred to., B. D...Chemical, as "involving, the possible
,staple/nollstaple,distinction" (A. 157),. Whether it involved the

. ,distinction is' unimportant h~re,bccause.the subsequent t'lel'coid
c~,ses c,l.~arly,(accd,the distjllctiori. and clenrly held .that the misuse
do~trine \youl~~be,applie~ toilOIlsh1plesas \vell as staples. It was
the'Mercoid cases which prompted passage of Section ,271 (sco
legislative history intra, pages .2G-45).
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of the switch to, whom the patentee had granted an
exclusive license. In'l\lereoid 11, Justice Douglas: went
further and ruled that any attempt td bririgunpatented
goods within the protection of the patenUs measured hy
the antitrust and not the patent laws.

Following its, meticulous .analysis of these' ·decisions,
the Court of Appeals. took note of the historical facts that
(A. l60):

" "In the aftermath ofi\leh,oid,strange to say,
there .,was great confusi~l1· in the .. courts: and~?ng
the patent har regarding the proper scope' of Con
tributory infringem~nt;"

and that:

"A 'movementarose:among the bat toputsomeeHec
tive measure of contributory. infringement back into
the,:la\:v,: and,vari6us· :comluitteescame.forward· to
draft .proposed ··legislatioR··, for· consideration by .' the
congressional committee, then. codifying' .the . general
riatentJaw., The ultimate result. was :section271.~'

Even the petitionbefore,tirls Court admits that the
Mereoiq cases,' ,created, "consternation" .,r~sulting in the
enactment .. of "a, st<itutory" law ,.of ,contributory•. infringe
ment"' and,the con;~sp'onding~'provisionsexpl:esslyexempt
~ngcertahl.activities from the antitrust laws and the law
of patent misuse" (petition, p. 9) .. Trusstatutory law of
contributory infringement is,of course, §271(c), and the
provisions exempting activities from the antitrust laws and

, from patent misuse are those of §271 (d).

B. The Legislative History.

With the decisional perspective effectively set forth,
the Circuit Court: quoted extensively ;from the legislative
history of § 271 and concluded that the history decisively

.estahlished Rohm and Haas' position: § 271 was euacted
to change the state of the law represented by the Mereoid
decisions; it restored ,the doctrine ,of conh"ibutory·infringe
ment ,but limited it to the sale of nonstaple articles
(§ 271 (c)}; § 271 (d} imposed statutory limitationson the
patent misuse defense but only where nonstaples are in-·
volve<h,and R~hm and, Haas' activities,'Ht squarely. \~ithin
the letter and spirit of those limitations. :A9cordin~ to the
Collrt 0'£ Appeals, this result "is one. we 'see so clearly in
thestattitory words and'its legislative history'" (A: 181).
Not,,~nly has Cong'ress glv6n "the "clear' signal'" reft~ired
to in pct'itioners' and the Justice Department's briefs, 'but
as statcclby theCOlitt of Appeals,'''the impression becomes
almost'ov~fJ1()wering" ,.that:Rohrn 'and .• Ila~l~f'·:position is
correct (A. '176). '

Title 35 'of United States 'Code, "An Act' To Revise
and Codify The La~\,~fneIating To'pa,t~.flt{.,'.,~>.".was ap
prov~d July,19,195~.' As:its·tide,expressly,'s,tatf;~, the Act
did IiotmcrclyC'odify the 'existing patcrit'lmv5 as peti
tioners suggest (PH 8, 19-20~see ri150J316.:17). but it
also included imp~rtant changc~, in the ~vorclsof Senator
l\kCarrau, "In view of .decisions ,of .the SUprCl11e Court
and others ..." 11 The House Report'sta'ted: "Although
theprincipalpurposc of the bilI lscodificati6ri:oftitle 35
..• there are a,number of changes in substantive statutory

, 11. Congrcssional Record, Vol.'98. No. 120, July 4, 1952"page
9534-:..scc' also' A. ·165:· The' Justice DCpllrtment ignores,. the 'con
cluding remarks of Senator McCarntn' (JB 17).
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TEXT (P'I'q) "4"10-80

14. Committee reports ofa stlltnte and p.revious--__yersions',~fthe
bill are relevant and entitled to a great d{l'll. of ,weiglIt, ,cven,.rilOre
than debates on the floor,of.Cpllgress, TransconllTle.lltaJ .. ,&}l'estern
Air, -Inc. v. CivO, Aeronautics I>0ard, suprll; Ullitecl S((lte~ '0. Inter
natio1lal Union Ullited AUtOlllObUc. Aircraft lind Ai£riCuUllrctllmple~
11llmt, Wprkers ofl\merica, 352.U. 8. 567 (19:57),reh. den. 353.U. 8.
943 (1957). ... .......

'were discussed.' To the eXtent petitioners' r&fer:·t6 legis
lative history, they lllainlY"luoteisolatedporfiO~Schl;e

;testimony' and rctiorts,. forth~' most'part o~'t .()fe,'C()I~t?~t.
·AII ofthe,hcar~ngsare importanL,to legiSl~tive' ~'isto~Y(~l~d

.. the' testimony takenut the 1948. aod 1949 Hearings was
plainly available and referred to during the 1951 Heariogs
(e,g.; 1951 Hearings, pages 151-152 and 207 ): A f';llap
preciation oftheintenUaml·meaniug of §271eau·b" ob
tained only by following the legislative historyfroIn:jtart
to fitlish: ' .

In reviewing legislativc',histOries' of 'statutes,' this"Cotirt
has carefully considered the' adrilinistrative·. and le:gisl3;tive
background of- thestafute"prior;Versions'of the': safue"hill

~,and,:hearings 'thereon, and. hasaccbrded',great':>veighf:tp
the ,statements' of the,draftsmeri: a'nd "spon'soi's;>Yrans
continental' &~\leste1'11 A.ii·, .Inc. :v'..Civil.Aerona'lltics. Boaid,
3361.1, S. 601 (1949); Schtvegma;m BJ'Os. ,i Calvert"lJis
tillers·Corp., 341 U:. S.384.( 1951), reh. den. 3411.1;5;956
(1951); United States. v, ZackS, 375 1.1i S/59 (1963};
United Statesv.Enmons, 410 1.1. S.396 (19n}; Ernst &
Ernstv. Roehfelder, 425 1.1. S. 185 (l976};.reh,·deni"425

.. 1.1. S. 986 (1976); Federal Energy Administration v. Algon-
quin SNG, Inc" 426 U. S. 5480.(1976), .

Asstafed by CongressmallCrumpacker, ainembei·:of
:the patent subconunittee,in anaddress:following'passage

. of. § 271: ' . ,

"'When the courts, i~ seek,ing::to: inte'rP~it' th~'l~lng~a-ge
ofthe Act, go througIl the ritualors~ekifl~,to,~scerbin
the.~irt¢nt of Corigres(in ad:oi)ting s~Ille', they:wou1d
do well to look to the \vritings of these lllen [the
clraftsmen]~Fe(lcri~O,Ric}l,,' H~rris; aJ~d.'~he:qt4$~~::
'as they, far more ,than an)' melnber?rtbeH01.1S~'Or
Senate, knew and understood what was intended by
the langlmge used." . .. .

Patent ·Procuremenf and Exploitation, SiJutlnve8terri·.Legal
Foundation, supra, at p. 78, printed as AppendixDofthis
brief,. see infra,page 90.

1.. Il... /.l.q988-The 1~~8 Heaii71~S

The~rigins of H. R. 5988,. th~RrstbilIllhd~~lyjng
presen, § 271, were carefully explaineddurihg .thw 194&
IJ:earings.14 ,Th.-e ,bill:was. lllotivat_ed' "byrec:ent·,decisions
.ofthe Suprellle Court abolishing ,.effectiyeprotection
against contributory ,infringement",. and,: jts ,wordlng:.~'h'aS

carefully designed "t() restore ~he stilllull's()fthe· patent
SYS~eDl to: large and .jmpo,rtant: :Helds,or,i~n.veQtive:·e:ffort

whi~h have in practical.effect, bee" placed ontsjde of. the
patent law. . ." (1948 Heari71gs, Page 3) .. In explanation

.",of ",hat prompted H. R. 59&&, One oUtsprillla~Y,draftsmen,
. Mr. CilesS. lUch, now an associate 51'dgeof theCour, of

Cnstoms and Patent Appeals, stated (1948 Hearings, pages
4-5}:

«In these decisions', and particularly in the, Mer,coid
cases, the Supreme: Cburt 'lIaS' :,l.bolished:the·pate I1tee's
right to eHectiveprotectiou: ag;inst cohtrihut~r.Y,:-in
fringement. The Court did this, nothyattacking the

...' '.'" __ , C, ",'C"

.,', 12. Committee; Reportto Accompl:1-IlY n., R. 7794, Ho:use Report
No. 1923,:~2dCong~ess,,2d ,Session, 1\'la~ 12, 1952, page 5.

, ' 1~. The l~gisI~tivehistory,of Section 271 is reflectea.in:i~'veral
Hearings and ,Committee Reports identified below. Thenumbers
in parentheses, folloWing, the citations, are, the ,appropriate: ref~rence
numbers employed.by the Supre,me Court Library. The texts of
the forerunners ofSecti~n 271 are annexed'heretq as'Appendices
A-C, . .

,~Heariogs. po R.R. 5988; H. R.4061and' H; 'R. 5248, Sub~

c :comIl1i~tee on"Pat,ents,: Trademarks and Copyrights,of The
, House Committee on The Judiciary, 80th' Congress :2d Sess.

1948 (6036 )-hereafter "1948 Hearings". '
-Hearings on H. ,R. 3366,' Subcommittee No.:A of The House

Committee OIl The.]udidal·)',: ~lst Congl:ess, ls~ Sess.,.1949
(6734r--hereafter"19~9' Hearings'> " ;

-Hearing's on' H. R. 3760, Subcommittee No.3 of The House
Committee ,on rhe, Judicituy, 82dCongress, lsLSess. 1951
(7493)-,-hereafter "1951,Hearings".

-Jl. R., Report No. 19:23, 82d Congress, 2d Sess, 1952 (11577)
-hereaffer "H.'RReport··. .

.,...;.8. Report. :No. 1979, S2d C.ongi:ess, 2d 8ess. 195.2' (11.569)-
, her~after '.'S. Repo~t".,': ""',' '.:.

A summary of the '~T~ting andenactm~.nt of the Patent Act of
1952 appears in Patent ProclJremcnt and Exploitation, Southwcsteru
Legal Foundation; Lectures Presented March 21~22, 1963 BNA,
1963, pages 61-78 (copy annexed hereto as Appendix D). The ill~

tended meaning and effect of § 271 was restated in an .u,tide by a
chief dmftsman. published soon after the passage of .the act-G;
Rich, Infringement, Under ~Ct:a01~, 271 of the Patent A,ct. 0/-1952,
35 J. Pat. Olf. Socy. ~76 (1953).· • ... ..

law;};.:.-,. '-:The majoT-,c}langes: QJ'::innovatiDJls in.-the ':title
.consistoL .. ;thejudicial doctrine of conttihutoryinfriltge-_
:ment in§,271.'· I:!. The_-Cou;~:of-AIJpeals .correctly:: found
lhat:. '~The reports.atld,itldeed, the· title of the· bill Jtl
dicates its general.purpose,tobe the revision;:ris ewell as:
the codificaliotl of the patentlaw·,..." (AA65):

As noted,hy the court below' (A. 170-173}; the Justice:
Department unsuccessfully opposed the enactment 'of § 271:
on ,thesan~~gr~WI1d~,:,and poli~y "rguments, llow urged by;
petiUOIi"ers,' flI1q l:e.reqted" .,by Ju~ticeIn~ts .a,my':lls brief:
h.er~in.: AcomIJlet~ n~"ie:\\,;6f thelegislative histQry shows
that during the fodr yc,us<§27J, 'W;IS. ,lmder",.consjderation,
every argument now raised 'by petitioners and J~stice in;
an effort to restrict its provisions was raised 'by:th~' ,op~
ponents, in an effort to preventits: passage;, ,-Those argu-;

'ments were: considered and rejected~,The.actwas passed
in the:.form, originally,proposed·:without significant modi-'

< fieaHon;',' Congress determined thatpllblic :policy:dictated
passage:of,§ 271, and: Congress' ,resolution of:p_ublic policy
in Javor· of..the:'act,priof' to its ,passage, necessarily mean~

thai the same arguments afte,' the passage of § 271 cannot
be: llsed" tcl' :restrict its''inteipretatidiC

What is now '§271 was first proposed in the' 80tl,
Congress asH-It 5988. Hearings on the bill were held

, in¥ay 1948.,' ,The bill w~~ ':rdiltrod~cedl\VitI1?~td~~~lge;

in·the 8Ist C6n,~r~ss as,H. R. 38,66, audhea'rings werehcld
ill:. May' a,ndJuile '1949..:, No' further, acti?n .was,take~·on

, these bills-'until their'suhstance; with some rearrangement,
hec";'e part of H. R: 3760, an omnibus bill to revise and
codify all of the' patent laws. What is now §271 was
designated § 231 in H. R.3760,atld h~arings were con
ducted in June 1951. ·K R. 3760 was reintroduced as
H. H, '7794· in the 82d COIlgressotl May 12, 1952. It was
teportedfavorahlyoythe Committees of both the House
and>Senateand passed by unanimous consent'on'Jll1y 4;
1952.1t was signed hy the President btl July 19,1952.'~

Petitionersutlderstandahly 'devote •little discnssioll to .
the history of the Act, and it> particular to the hearings
during which § 271 and the puhlic policy underlying it

, .. ,,,, ,'.,
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do~trine,idir"ctly, bU,t by making it illegal
p~tepteeto obtain the benefit of this doctrine."

4-~O-80 (PTCJ)

• • •

TEXT
,for a

(No. 474)' F '- 9

"But, on the other hand, 'we corne to' a' thing like
the lamp case where the man sells everything except
the one detail and clearly should be,stopped under
the doctrine of'c:pntributory,infringcment./';:> .

• • o'

'It-l~~~t(~n '3' ~lefi~ing co.ntr!pu'tory-infringement]
c~ts_ Y9u,. rigllt, do\'{n" to .,:a cflse:wh~re. there .-is.:reallu
delibemtestealing, You _can:-_h~lrdly_ -imagin~'~_-_ease
w~ere a Illtln selIs.:~()Inething:wl1i<:h hasn'o comm~rcial
use wh~tcver e;<cept as.<1 inc311s. f9f iq[ringing.this
patent nl1d where the thing is ptlrticularly adapted
for th"t usc."

This same:essehtiaI: diff~r~rib~,. whi¢h:iormed -the;~a:sis for
striking "a proper bolaneebetweep the field ofraient law
on the one hand and the field of general law in which
antitmst laws ope!'ate on the other" (1948 Hcari!]gs, page
11), was repeated throughoutthc1948 Hearings (e.g.,
1948 Hearings, pages 6, 10-11, 15 ancl1O-:-see also A.169).

Finally, speaking of Se' lion5of H. R. 5988, which is
essentiallY word for ,yord what is now, Sectio!] 271 (d),

"Mr. Byerly explained (1948 Hearings, pages 16~17):

"The Iastsection,o'ft!ie sti.\tute isintroquqed 'to do
away 'Nith, al1()~her, confusion:which,may. result ,from
the Merco,id ca,s(3 a~d, that iF the ,section :which :says
that if ~ patent ow!]er is e!]titl~d to relief, he ~hould
not be, denied this reli~f becau~13 .~e ,~s: e.~th~r -seeking
to enforce contrihlitory infdngement' or'has licfmsed
people to do what he could have enjoined them from
doin~.,Jn, other. words tha~ Jth~n Section ,5,,:,jl0W
Section 271 (d)] takes ,are of the sort ofca$e we have
in the M,ercoi.t:l case. A man can either say, •Y01,t can
not sell..the part. of 111lj inv,?ntion to somEfone else tq
compleie it/ or he can say 'yes, you can sell the:part'
of my invention to help others c01itplete if provided
you pay me a royalty:', ...

"Now, a mere fact that he has done that with
,one man -and sued allothel' man '. does not bar him
-,under this -section 5 'and the section ,seems- almost like
surplusage until :you re<i.dthe i\!en.;oid. case and then
realize it is necessary to hiwe it in there in order to
give the man a clear- right: 'to, use· the "limited and
defined doctrineofcontributdry infringcllientwhich
is defined in' the first part of the bill:'~

This clearly reflects the intent of the drafters of the pro
posed statute (now §271( d») that the patentee would
have not only the right to grant licenses btl!also tpe right
to refuse to, license another to sell the ,unI>atented" pon-
staplecoinponeht '. .

2. H. R.3866-The 1949 Hearings

. The same saJit.llt points· of. background, purpose and
effect of the statute, now designated H. R, 3866 but
identical in wording to the earlier proposal, were restated
during the 1949 Hearings (pages 2,20). The careful con- '
sideratio'ri' given to th~ wording of the bil,l and:its motiva
tion by the Me/coid decisions were discussed (1949
He~rings, pages 2 and 9-10-see also page 70). The",
summarizing the necessitY' fo'r and the iriteraction betweeil
then Sections 3 and· 5 of the proposed act (now· Sections
271(c) and (d)), Mr. Rich stated (1949 Hearings, pages
13-14) :
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TEXT

"Thatsubjcct~#lC cxSCrti(HlS to tllemisuse doc:
trine,' isdc,alt with in section 5 of the bill, which is the
most important section."

D~ring the 1949 Hearings, the Dep~rtinentof Jiistice
for' 'the'first time strenuously o'pposed wl~4th~calne ,§,271,
and it did so for precisely the scone reasons it a~gues in its
brief before this Court. Mr. John C, Ste'dmifn"testifying
on behalf of the Justice Department, c()Iuplained(1949
Hearings, page 52):

"Our most seriOlls objGctions relate to section
5.., , .

..4-10-80 .(PTC])

•••

pretation of that section,bllt it--seemstoIuethat he
ignores the fact that that section is limited;' to·'con
tributory infringement as defined in the preceding
parts of the bilL"

3. H. R. 3760, Section 231-The 1951 Hea1i~gs

During the 1951 Hearings, .'-Ir. Rich, who had testi
fied.in 1948 and 1949, again explai~ed the b~ckground,.
purpose and effect of. what ·is now § 271 (then desigl1ated
§231), and the Justice Department again opposed passage
on the very samegrounds it had.preYiouslystated(1951
Hearings, pages 93-98, 150-176). Notwi\bstanding the
Justice Department·s.criticisms..~n.l~49, and in, cc?nf()rmity
with the extensive testimony i~ }948 afld 1949 ;e~plaining
\he meaning and wisdom ?f the provisions,§ .231 (d). effec
tively read word for wqrd as had § 5 of the pre.vious. two
bills.'" .

15. The following quotes Section 271 (d) of the 1952 Act with
the material in [ ]'s Im~ing been .~eletedfrom Section 5 of I!.. 1\:
5988 and E. R. 3866 and the ,mMer,ial italicized having. beep
added. Section 231( d) oHI. H.·37GO'is'idelltical to Section 271 ( (1)
of the present Act except that ,"another" in 271(d)(2)read'"7":u
person-in Section 231( el) (2).

"(d) [SEC. 5.] No patent owner otherwise entitled to.·re~

lief for infringement or contributory infl'ingenlcllt of n' patent'
shall be denied relief or deemed guilty of misuse'or. illegal.ex~

tension of the patent right [monopoly] by reason~thishaving

[because he has] done one or morc of thefollo\Vitlg:. (1) [(a)],:
derived revenue from acts which if perfonued .byailOtherwith~·

out his conscnt would constitute contributory, illfringement of
the patent;· (2) [(b)] licensed or· authorized "another [one or
more persons] to pcrfonn acts :Which.if perfonned, WHhCil,lt his
consent wouldconstitllte contrihutOly: in£ringem~l1t of the
patent; (3) [(c)] sought to enforce his patent rigllts' ag<Jins.. t in-
fringement or. contributory. infringement." ', ,,', ',;', .

"I previously stated, and I wish t? reit~rate it,
\hatsection 5 is the most important part of the bill
from the standpoint of accomplishing ,'our ~~rpose.
The exception '\vhich\ve wish to wake to the"lnisuse
doctrine would reve-i,'se the 'result· in the ¥ercoid:.case;
it would not reversetlie' 1;esult in- theCarb'ice' case:~
(at page 67) . . .

'rhe draftsman went on to agree with Congressm~nWillis.

whopreside~.over the 1949H;earings, that)[1Me.rcoid I
the "fact that the right to use wa~ predicated solelU upon
the purchaseof the element from [the patentee]" \:Vas the
thing which the Supreme Court regarde,d as a mi,sllse; and
he made itc1ear that this would be pennitt~d:uncI.e.r,s,ection

5 (now § 271 (d) )-see 1949 Hearings, page 69.
The Deparhnent of JustiQe's.positi()n:in:l~1~,H%lnow

OB 23-24 )-which petitioners adopt in their brief-was
that the nature of the unpatented goods makes no: differ
ence: "It·is our view that ,the basic,proposition that a
person should not be able to use his patent to control com
merce in. an unpat~nteddevice, whe.therit is: especially
adapted or :not, is.asqund,proposition an4sh911ldb~ re~

tained in the law" (1949 Hearings, p<lge.58; s~.e,~lso.''pages

54 and-56 andcOllll~are pages 70-71t .Gongres~,expressly
rej~cted this·broad proposition. by, ~na~ting,,§ 271".;ln so
~oing, ,Congress made:a fair cornpromise: .. andxestricted
the misuse doctrine in ajtlst manner. What Congress did
was to «assume its respo~sibili.ty,,legislate, ,and set. up a
national policyfor.. thecourts to follow'''and,that policy
should not he frustrated by the. same shopwo~n' arguments
offered prior to passage (1949 Hearings"page .20.)"

•••

(No. 474)

"In the general language in ,which this section
is couched, it ,sounds' reasonable' and innocllOtlS
enough. ItsefJect, however, is to permit a patentee
to sell unpatented parts for adev-ice OJ' composition
covered' by 'his ,patent' 0.1" sell, unpatented materials or
apparatus for1lse with a'process patented by him, (f}Jd
at the same tillI,e prohibit his competitors, by suit for
inf1'ingement, fl'Om, selling slIch lmpatented materials
in .competition' with him..

"In short, cnactment ofsection 5 of H. R. 3866
would:enaiJle the patentee to e;xerCisecontrol over
the u~pafentedmaterials usable in his;p~t,ent~d device
or with his patented process and oust fr{)ll(tlie market
his competitor "dealing in ,the same materials."

Thus \he Department of Justice plainly understood that
under the proposed statute (now § 271 (d) ), a pcocess
patentee who sells an unpatented, nonstaple .material for
use:in practicing his invention could at the sa,me ti~ne pro~

hibithis competitors from selling that samenwterial.
In response, Mr.. Rich restate.d the key distinctiqn be

tW~en legitimate comm~rce in conventional, staple articles
and commerce in special materials having use onlyas:in
fringements (1949 Hearings, pages 64.67) :

"Now as to section 5. For the most part I agree'
with everything fif1·, Stedman lias said in his' inter':'

"Befor~_ dealing \vjth them specifically, I would
like to.xecall that~ve are. dealing, with a problem
which inyolves ,a conRict behveen two ,doctrines; -COI1

tributory-infringement -and ,', misuse.
"It's crystal clear, when you have thoroughly

studied this subject, that the only way you can make
contributory infringement o"rJcrative again as a doc
trine, -is to make some exceptions to 'the misuse
doctrine and that ce'rtaiil acts s.hall not be ~nisuse.
Then contributory infringemcilt, which is ther'e all
the' time" bCCOlllcs"operative"'again."

As -he had <lotiO iii 19.J:8, the hill's draftsl11'11l very carefully
distinguished he tween the mere sale of conventiona!
(staple) articles of commerce having many uses ot~er than
infringement and articIes'(nonstaplcs )which'hacl"Ilo, sub
stantial nOllfnfringing, uses (1949, Hearings. page 17):

<'So: \ve have' s,t~ppcd short of that, and we have
said that you can control only things like. the switches
in the McrcoicZ' c{lse which arc espe<;hlily ma~~ or
adapted [oruse in c?nnectibn witll sucllpaten~:and

which are ,not, suitable f?f actual comillcrcial, non-
infringin~ruse [i.e., llonstaples]." ,

F- .10
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" 4-19-,80 (PTCJ) TEXT (No, 474) F-'(r

•••
"Then the effect of (d) with the (8)i.n there would

be to say 'to the Supreme'GoUlt ,that #:is .. the sen~e:ol

this Congress that ,where y01l···have her(3tofol'e denied
relieftolhe. plaintiff, uau shall hencefarth gfatrthim
relief if he has only performed one, two, or three of
these aelsin (d), hUe! that is why the Deparbnent
of Justice is objecting to it?" [The Justice Deparbnent
agreed.]

Another'spokesl)1an for the Justice Deparbnent op
posed, passage,of,vhat is now.§271 (1951 Hearings,
pages 163-169 ),.an<1at page 165 stated:

"Our primary :objectiou'l(f 'section' ·:231is·"subsecti6ri
(d };that.is, the misuse dO'ctrine: .~::<)i:9

"~!ri. ,other,' \'{otds", as t iefl~'Oth;{'fe6tion;.'it: w6~ri:l
have the effect ~f tciping out a good dealof the law
relating to misu~e oj patents,. particularly with' !eter-

c 'ence to tying~in clauses;" " ,

Withfuftherrefererice to the effect bfth"l'roposedact
on the'Mercoid ·cases,: XIr, 'Fugate observecl·( 1951 Hear;.

ings,pages 168-169): . .. . '. . .•. " .
'''Well, the,1-1ercoic1 ~'as·e. itselfw~s .a, ~as~ .\yh~r~·"

the patentee' \~as attempting to enforce his rigl;t~ in
an, ,actic;msof ;contributory'infi-ingemene'i·.Notc,·as I
read this section I281(d)1,Ire would 'h'ave' :"i!coMred
in :that. case, in :the Mercoid .case; 'under this· section,"

In.reply,Mr.,.lUchagaine~plained the limited. ex
ceptiOI1.to;,~he misus~~· dodrine ,carvecl., out:' by:,the.:::act,
which .excepti.on, ..dependecl,'upon, the,.narrow ,defil]ition of
contributory infringement found in present. § 271 (c)
(1951 Hearings, pages 169-170), and stated (1951 Hear
ings, page 173):

"So attached to paragraph (c )\vehave a. para- .
graph (d)Jhat' says that the recoveiy,the enforce
ment~gainse co~tI~ibutori'infriIlg~~s, tlw holding out
of }he .paten't <lg<linst,:~o~~dbutorxrnfri~g,ers, and
grantIng,them lictmscs, 'the '~lse; of i(to y~·ot,ect the
business~nd maki~ng money ,out' of it, atld ~etting
your reward as a patentee, all of these things shall
'notbemisu~e, and then contribut?ry infrihgement,
which we havehadall the time, wouldbecome effec
tive again to the extent that they 'wish to have.it so."

-, ;;' A <member'· of the'- Hou'seCoI11lnittee;' 'Represeri't~tive
Rogers, summed Up the intent behindprese?t § 271(el)
in the follbwingriianner (1951 Hearings; pages 173-174):

"Andght.Now, due to whatrri~riy memberso!
the patent bar believe, that it did away witll.con,

, tributt>ry infringelTIent eases/-you 'feel, th~t 'w~ should
I)owstate as a positive Ja.wa'·cause,o£ action against
ppntr~butory..infrir1gelTIent:,~s( :s~t forth ,~n: s~.ct,i(m.:.(c},

ancl that if he. has done one of the three things in
section 4 [sic-( d)], that shall not be considered a
misuse·:of his patent, and ,thereby,,'reestablish what
you thought you had before the Mercoid case." [The
draftsman of the Act agreed.]

V;'"

«I was"abotlJto make,dne~rerharkonparagraph
(d) .. " and all I want. to say about. it .is this: It

-:de~.ls 'with:the misuse.doctrine, 'and :the 'reason'it is
necessary-is that the. Supreme' Court h~lsniadeit

abundantly clear that tlrere exist in the law today
:twO. ,doctrines, contributory. infringement on the one
;hand,. and, misuse on the other, and that, where there
is· a 'conHict. ,the misuse doctrine·must prevail because
of the public interest inherently involved in patent
cases,':

.. ~ ";"Therefore,'\ve' hateahv:ays felt~wewh()

study this 'subject particttlarly"'--that to put any
measUre',· tif :"contribulory infringement into: law· you

'""must;lo.:that-'extent::and ·to that extent 'onl}'~ spe;;
cifically: make exceptions to the misuse doctiine,'aucI
th~tis the pUipose of paragraph (d).

·"It goes\Vith, supports, and depends upon para-
graph (c)."" .

AJ: fJf1951;'H. ,R:;j760in its entii"~tyhadbcen the subject of
extel'i:siverevidw by-the patellt profession 'and industry {1951 Hellr·
in'gs" :pug:~s 22.-~?A,.;43:41,.·)5q)51), .,The wording of, section ,231.
which was reSncd over the course of four yenrs, was studied and
intentional (1951 Hcarings, pages 152-153). .

16. At PB 20·21, petitioners wrongly contend that this '\-vas the
"o~ly'actual:statement':hy,the 'dl'aftsman:"abont the purpose,of the
statu~e<t9;.~he 1~5,l ,Sllh~OI:l)miUee"~, That,argument, is plainly", erro;"
neousas 'any fair reading of the testim0l1y promptly shows (e.g.,
1951 Hearings; pages 152; 155,,158-160)., Equally incorrect is peti·
tion.e.rs' argument .that this ,statenieut meant that the ,only, pU:flJOs'e
of ,§:27J w~s ~o ry"e.rse ,the holt\ing, that. any~ffort "to. enforce"a
patent against a contributory infringer is in itself misusc" (PE 21).
Were that the only purpose, Section 271(d)(3), which prOVides
there: is :,no, lIl.is~se,.if :the patcntee "sought to ~nfol'ee his patent
righfsag~inst il1fri.ngcincnt or. contributory infringement", \vould
have ,b,een nllthat \vas necess~ry. nut in enading additional snh·
segti0l1s ''271(d) (l):'and (2) ,pr~viCting further exen1ptions, fro,~~
m~suse (for s~lIingnnd Iic,cnsiJ~gnctivit.ies), ~():ngres~, clearly. -j6·;

,tended,to-;-ancl did-:,-,:-nccqmplish f(lr. moretlw.n petitioners c.ontend. ..,: .. " . '" .•. ,'.• '.,' .',' '.', ,.':'
'The'w:aftsman'sstatcment "to that extent ,~.nd to that extent only", At P,B 21-22 •. (and at p<.lges, 4-6 of; its. Reply Brief.on
in~o~ltcx~,x9fers to the limi,ted dcfinitioi1,of, contributory infringe- Certiorari), petitioners'erroneouslv contend that a col-
ment, whICh excluded staples, and not to a sole purpose of the Act . . .' ••... , .... ~ . "':
to prevent suit itself from being a misuse, loquy among the draftsman, the Justice Departme'nf ..lild
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...• The Justice Department's 1951opposition mirrored its
0ppositiollin, 1949. First, . Mr. 'J::, Hayward Brown .ex
pressed coricern regarding § 231(d) in the following man~

ri"r{1951 H"ari?gs, page 97) : .

',"P";agtaph (d) would greatly impair thesalutaty
dqptri:n¢::that:a patentee who has misused; his·patenH

;~ '. may:n6t:recover.ina',suit for either :direct orcorifribl{.·
torfinfringeinerlt. 'The Supreme Cdurthkheldth&t
;R,requi~eme'rttby a p<.ttentee that users purchas,e':fr?l»
him:: or. his exclusive licensee unpatented parts. nqt
within-:,thes'cope .cif the'patent, -was a:' misuse' of tile
patent :arid barred ;recovery' evert though contributory

dnJringementwas' assumed 'to exist. ':This doctrine is a
c"most inipbrtant'factor in the enforcement of the ariii~

"trust laws wi~h respect to tying arrangements mid. the
.',<D~~arhne'ntis',. ,ogposed :to,any,impairI1ien~ .' th'ereof/:

1h~reafter, Mr..Hi~h testified. ,Refe";i~g. to his 'previous
~~Jan!lti0~;()f its' 'prbvisiops,and..history.·· (1~51.·Hearings,

.pages 151-152), Ire described how the Mercoid holdings
hllod ledtociraftingthis,scction; ,heexplaiuedthe "sensihle
I~he :,;in, ,accoJ,:oan,ce:,with:public .• 'policy~' .:drawri --,-hetween
R9tiye:iIl<!1JCeIIlei:lt: (~taples); an;d',Qontributory infringement
(n()nstapk~);andhethende~cri1)ed the.subsections of..231
an<1theirJnterrelationship (1051 Hearings; pages 153-161);
R.~.spectil1g§2~1( d), he stat~d. (1951 Hearings, pages 161
162):,
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petitioners(PB 8, 18-19) and Jhe.Dep~rtm'~l1t qiJ~stipe
(JB 1I) argue that thete 'vas no "clear and .~e,taillsign~l
from Congress" tIlat'the Act ,m~'a~s)yh~tit,'s_~Y,s:: ~:I)~ Iry1,0'
munIzes the'policies complained ofhere, i·erying·on. Deep'
~otlth Packing Co, v, LaUra'11i Corp., 406.. D/S':·51.8 (1972),
However,' the""Court in, :,Deepsouth: was'"d'ealirig;'>'with
§ 271(a) which. defines direct infringement aridth"'mean
i))g ofthe term "makes'> No legislative history relative to
sllb.sec.tion (a) s\lggested anyjntent~by the draftsmen, by
th~ Stl9COmmittees :or by,;Congres$"-'-{o/make R' change in
the. law of direct infril)g~ment-.:: This'~s Inditect',~cOntrast

to. the repeated. statements ,quoted abovethat>§271(b),
(c) .and(,d) inteniled sigriificantcbangesin,thelaw of
M~r90id: allcl. exc,epteclJrom.· the'mIsllse ·:doctrine· 'precisely
~h;e :Clctiv~ty;,unslerlyIng, this: ,controversy/s ,Contrary to
p~titioners' .argu.l1oentatPB 22 (andJB 17), tbeCommittee
Reports plainly indicate that the I9~2 Patent Actma4e
~'major;Ghangesor innovations in' the' ." .,;.~: judicial'doctrine
of contributory infringemeljl'in§27J."(H.' R.' Reporti'page'
5).

. II' i~ wellsettledthaHhe: interpretation placed by the'
sponsor'o£' a bill, throughOlil'tbe legislative deliberations,:
onthe"very1anguag'e~subs~qilently'enacted'by';Con'gres~";1s:

accbided:substantial weiglit:~'-iil:construing ''-a: stahiter: ,'Peds.'
eral"Energy:'Admillistratid11:d;:,::Algonqiiifi'S~Gj',In;c'ii,;stt,~~~/:
and is apart of. the legislative' historywhich,thid'Co(.\'fcon"
siders, United States v. Enlnons; Schwegmann Bros;, ':''6:)
Calvert, 'Distillers·' C01p.';Tra,nscontinental &'W7estern Air,
Inc.. v/CiviD Aeronautics Bocird;all stlpra. .

At PB 19~22 ·petitioriers.nonetheless attempt tohlunt
the telling effect of. the legislative history underlying§ 271
hysuggesting that thetestin10riy 'of opp6nents'to:;IegisI'ation
(here the ,Justice: Departmenf)ds:not- to ,be' ieli~d"'6h in
ascertninin:g, the,·' intent of Congress. They:;aIso:' sug'gest
thatno weight should be giveh to the 1948 amI 1949, Hear
ings'on the same, statu,torybilguage (bilt::se'e;,'for- ~xainple,
1951 Hearings, pages 151-152 and 207 wherein;'specific
r~£erell(;~,was"maq~ to :t:he.·•. e;lrlier~tt:::stjmony)., However,
wh~re the sponsor~i draftsII1en"and opponents<ofthe:<-stat
ut~, all agree.upon its, meaning, .stateI11en~s,of,the"opp.ol)ents
are"releyant and useful", State ofArizonav.Statc'af,Cali
fOmia,373 D, S, 546 (1963), As thisCourthas.·h~ld,

First National Ba11k.of Logan, Utah .v. Walker l3ank;and
Trn~t Company, 385 D, S. 2,52,261deh.de.n,;J85 D. S.
1032 (1967): . . .

"It is :n~tforus 't(): ~o sonstru~ the ::f\.cts, ~s, to
frU,strate thjs,:d~ar.,.c~t ,pUll.;ose, so forcefully, exp,tes'se,d,,;
by both friend and(oe of the legislation ~i theti)ll~ ,
of its adoption," . . .

Quoting from the for~gOinghi,s~or~,.~,an4,;;s~B~orUl1?.">
its opinion with even further dtatipns fr0in :tl~e h~gfsiatiy~:,~
hi~.tory; which we incorporate, .by:refei·ence,he~,e.in·.. :in"the~

• interest of brevity (A, 164-176 ),the Circuit Court~qIlP
. clude~ that the statute was eXl"esslyiflt~nd~d \oll1.ake
substantive changes in the law (A; 165), that the history
CCindicatefthat'sectIon :271 was'desig;~e,~~,~p"i0Jnu,ni2:~' 1:>,~,~::':

IS. ,As .further it~tcd by','~~r, .. Fedcdco ,il]his,:Cohilne~iaty:',;~i,'~:,,~
page 51,. SUbs~,?tioll. (a )wfls,.f9r:'c9mplctencs(.beql,l§c thc; "p~i~,i,:'.,Y
stalutc, ,had .. no .ScctiOl) .d('fillii,~g 9r, 4e:tliltgwith, .,~hat,col}stitlltc~"
infringement", lmt '·Para~raphs.( b), (c},ancl (d)" of, section, .. 271
are of. sonsi<lerable,import<11!~9,;I11d'tile :,CC)ln!l1ittee ,R,crort c~~<tt:~
acterizcs them as. O.~lC (If'tllt-,'rnaJor, c:lm'nges or, iI~l1dvatiiins ,iii th,~,','title." ";., .. ' --" '.' ';, " " ',' " , "."' ,, .,' ', ' ..'.',',' ;,,' '. ' ',.,

TEXT(No. 474)

4. RebuttalofPetitioners': Arguments 'On
Legislative Intent

Despite these clear In:dications of: I~g{~l~ti~e 'intent,

Mr. Crumpackcr satisfied everyone that§ 271 (dj did n"t
really mean what Justice' thought and that thereafter,
Justice «dropped its contention", Plainly this is wrong,'
l'h.~. commentat,trihu.ted to the draftsman· ,vas hased on
staples being "e"duded" from subsection (cj. and simply
~e~nt. t~H\t"att~mPts)Q_,controLstaples\Vollld stilI be m~5

us.c.::,"JheJ u,~tice" l)(3partrnent 'neverch;;mged,:,i~s=:()riginal
interpretatio~.qfthe apt. Indeed, after the hearings had
concluded-and well after the collo,quYr~li~d on by pelt
tioners, the Justice Department re~e";ed'its-opposition in
awrittensubmissio~filedJuly3, 1951 (195LHearings,
Pag~s 206c208). •Ir1. thatsubmission"itfi"t referred' the
Committee to its 'objectio~s previouslyj,stated:,at,,-vages
50-60, .63-64 and75-79 ofthe 1949 Hearings, and then
th.e:i\lStice DepartmentsWed· (page 207 ):,

, .';::':':, ,,': ',' -,- -. -,': .::, ..',.,".-

.','Subsection:( d) of •section,23L ,is particularly
opject.ionahle:iri-the -oi?inion ,of the Deparbnent:since,

-.-altlJ,ough couched: in -'general teims, .:its'-:effecLis to
~ennit:a patentee .. 'to· sell .un~)~~ented Pf1rt~ ~or ·a
patente.d: d~vice, or: combinatiori ·and at' the" s'::i'me time
prohibit: his' c(hnpetitoi;s,:'by,' suit 'for ·.c6nfribut6rY; In
fringe-ulent•. "from selling:' such:' ui1l1atenfed nlate~ials
in"competition withhim/~:

~7., S. Report ,and H.-,n.Report expl;l.ined at pages 8 and 9 re·
specUvely that: "The last .paragraph of thisseetion, l~71] .provides
that'one who merely does w~Hit he is authorized to 'do by statute is
not ,guilty ofmisuse of the patent.". See ,also::[-f.'R. ;Itcport and S.
Report, p~ges, 28,of.e~~h). ;\I:nplify:iu~ on,this1.Mr.,,:~. J, ~cderico.
Technical',Assistant to the HoiJsc C?mmittee charged wHh l'cvh:ing
and codifying the Patent' Laws~ stated,' in his Commentary' on' the
New Patent. Act, 35 U, S. C.: A.. (herea,fter ;'Commcntary",), .page
54: "The object of paragraph (d) is broadly indicated in tl)c allove
quotation from ,the Revision Notes. As there stated, iti~ 'ancillary
to' paragraphs (b) nnd (c) and was included prinmrily:to ,except
from the doctrine of patent mi~lIs(" dcveloped hy comt decisions
thos(! acts of thc patent:eocol'resp.ollding,to acts which· if p,erformcd
by another without his' consent, w'ould g;ivc rise to liability: Para
graph,( d.) makes ,exceptions to the' case bw of misuse'as are neces~

sarf; Jl?; rfn~~r~l~e sectioll ', :cffe.ctiY~i as ,ll" b?:~i~: of, recovery."

The Justice Department's suggestion now (IB,22..:.23:;,:notes
20 and 21) that ,dr, Fu~ate in1~51 w.asl,lOt talking about
a situ~tion,\yherc the palell'te,e refus,cd t()' license alLcom
p~titor~ is b,eii~d the, ,t~oye'all~lbY:,tll~, E1x,~,~~sion' 'ofTesti
m()ny: atp~ge:207 (If. th~, 199,~."IIe:arin~s (e)~'.?;,:7he;practice
.. '; of ,prantIng' a: li~e'ns~: :to 'those~\'ho: bu'yr:;; '.',•. anclsuing
.,. those who do not buy , ..") as w.ell as by the: Depart
m{lnt's :. earl~er"lrld pxpress1y :ref~'renc~d testi ll1onY, ..(e.g.,
1949Hearings, page 52 ), Equally/untenable is ihe Jtlstice
I?eparh~enJ·scollt~.m~,iol~ at' J13 .. 19, l~{)~e 18 .. th~t. iII, 1\ll;<;chig
Judge Hich rccogt)i,,~dJh"narro~yspop~of§ 271(d). ,The
only reference to §27ion 'the page refe;red to is a siate
ment by one.ofthe]itigants which was flotadoptedby' ,the
COUl:t.,. ; ":"', ":.'. ..:, ,':, .. ,';

No~thsta\l~ing. the. Justice Dep;lrtment's repeat~d

ohjectIot;l-and with .. full knowl~dge.of t~~pex:tin.ent pro
visions "wIlieh, .hall been rep:eatedI~.and' 9o~sistently ex
plained'duringthe 1948, 1949 and 1951Hearin~s,all of
which were ,~vailflble to 'Cori,gress~S~?tion271was'favor

ably reported by tl:e Ho~se.subcommitiee(H., R.. ~~port)
and by the Senate eS, Report) ,audit received the .unani
mous'vote of the full House and Senate.17

F- 12
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dottrineto nonstapleartiCles. 'where tl16se who s~ld sudl
artides ,ne?essarily. intende~. to and' in, f~ct cflUsed direct
infringement. '. Under these

C

limited circlimsta.nces,. Con
gress" restored: to patentees the :right" to limit the: sar~ .. of
inatez:i~ls outside theliteralsco?e plilie'claims. And when
passing§ 271, Congress anticipated petitioners' arguments
and expressly stated' _that in exercising such control
.pafentees tCcl'e not' to be "deenled guilty of misuse or .il
legal extension of th~'patent ri~ht." ". IIavi~g declared that
the "e~tension»was; not «illegal", ,it ,necessarilyfqIlows that
exer~ise'ofrights'grant~dby Congre;s can~ot :properly be
characterized .'as "tying".

This "exlension'ofthe l\atentright-whi,ch § 271 hy
its"very···terms·· ,stu'tes' is.,-not "illeg~r'__does 'p~t ~ul1ify

§§101,112 or 154 or their historica]coullterparts, as peti~

tioners'argue atl?B 12.. Failure to COHlply with §},Ol ()r
§112 willclefeataU patent rights, both clirect ancl.coll~

ttibtitory'infringements: Section 154 is, eqtially, unaff¢cted
by,the contributory infringement doctrine, which provides
a separate remedyto aid in its enforce~l~nt' ,';, ,..'

"Rolunand Haas" s::'l~'s~ractices ~~e 'not illeg~'tie-i~s

for anotherfundamental.reason.,,·· I1leg,aI tie-ins. ~eqtlJ.re'a
substantial legitimate "noninfringing btisi"ness in ,the' tied
product.··· There'was 'never ~nyconinlcrce'1nprolnhl:n until
after Rohm ancl Haas macle the invention at bar. Since the
issuaIiceof the Wilson patent, petitionerS' saI~s of piopanH
are:'blatant, kriowingcontributory infringements and'viola
tions of the paten'ttight.'· 'Theyaie a s'et'ies of' 't<jrts 'and
not asul:>stf!:Iitial market ina "tied" product Uncler,these
circurnstfinces, t~e: patent pol~9Y.,of, respondent :cannot
"ineyitably.cttrh"IRgitilnate sflle of .propaI1il~ a sine. qllanon
of a' tYil1;g arrangeml:)I1t~,Nol'thel'n Pacificv. United States,
356 U, S,. 1,5,6 (1958); McCullough v. Well Surveys, 343
F. 2d 381, 406 (10th ,Cir. 1965). , " ' .,.' , <

In U~ited States v. Loew's Inc., :371 U. S. 38,44-45
(HI62), the Cour.lsaicl tying arrangements"... are an
obje?t, ()f,anti-tti.ts~,c,oncer~~lp!· tw(), ·reaspns---;they ,may
force buyers into giving up the purchase of substitutes
fpr the iied·:produ,ct, Q Q ~,and tlley may.destroy the·.free
access of competing suppliers'of the tieclpl'ocluct to the
c~msuming .1n~rket • . .". Fortni3r "Enter]Jri~es, Ing. v.
United States .Steel Corp., 394 U.S;49.5, 499 (1969)
(Fortner 1), ~lso conRnned the. eo;phasis on the "liecl
pro,ducf', stating ~tl1at a ',"not ins~l>st<lntial"amount ?f
commerce in the' 'tied product market must be affected
before the ..arrangemei?-tls ... c9nsid~rea; an,jlle~al. ti~-hl,

quoting N01·thel'n Pacific',sllpttl: , If ,and \iVhen anyo~her
practical use is discovered. fbi','p'rolJunil ancl' :subshwtial
legitimate, ,noninfringing .commerce ,d~;eIops,. Hohm and
Haas will nolonger be abl~t()'Tely" O:If,'dle cont~il)tl,t,ory

infringementprovisions;· .. -Rollln' and.Ha<1sis thus not seek
ing or obtaining any unlhnited' m6I1opoly ,inpropanil for
all of the possible uses ,vhi~h m~y clevelop, for the full
seventeen, years during which a patent is in for'ce', the
equivalerit ·.of ~he' invalid ,patent claim: of Monsanto to
prop~nil'per,.se. 'Neither the statute nor the decision of
the Court of Appeals grants such rights to Rohm ancl
Haas. Rather" ,Rohm,and:Haas only see~s <l reasonabl~

reward. under: the :contributory infringement statute·, for
its patente~'discovery, ,-at least:.f0r theperiod in whiCh
that discovery is the only subst<tntial.use.for the other\Vis~

useless. compound;19

19. The compulsory' 1icensing .sol;1ght by'petitioners does not
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havior like thatin issue here" (A; 167), ancl that even op~

pom'll!s of the statutehacl similarlyconstruecl it (A. 170~

173). Based on itsexhausth·e andscholatly analysis, the
Court of Appeals correctly helcl (A. 176) :

".".' i ':" the'impresslonbeco'mes al~ost. overpowering
that Congress did clearly provide for a patentee's right
to exclude others <lnd reserve to itself, Hit chooses, the

, right to sell nOllstaples used substantially only in its
inve~tion." (Emphasis the Court·s).

:T:h;t~~ri9lusi.~~,iS:completely supported. iI1 theI~gisiative
llistory of§ 271. .

mIll Passing Section 271, Coug..essRejectecl Peti~
'tion~rs'~asic Argul11e'nt ,T~at: th,e ~<ltent"Right in

. C~ntribptory, Infrin~cment ,SittlationsIs: :Defined hy
the Literal 'Sc(nlC of, theJ>~,t~nt" Claims?/\ctivity
Expressly Sancti~necl by § 271 Cannot Be Tying. .

. '":,',''',, "

BPP.lpditioners" and, the Justice,Departrnenfs briefs
r~pefl:~e(lIy"advl}nce--::-as if itwere dispositive of this case~
th~':,broa~,' propqsi.tion .that. (1.' patent, .monopoly.· extends
0llly,to :he, subject matter cleRneclby the patent claims'ancl
thC!-tany,eIfort tq conb;pl orIiInit sales of soniething outside
of thosei)reeis~)i:mi~s,'jsimpermissible nnda misuse (-e.g.:,
l'B 6, 7,10 ancl)LallclJB8~~). In so cloing, they seek to
revive the,,~aIl1( arguments ,which ultimately led to ,the
effe.ctiv:e',demise,qf,the covt,db.utory ,infringement doctritle~
a.~d; tq ttlF~,back,the' elo'ck, thirty?~ix years ,toitlieMercoid
q~9ision,jn.totaIdisregarcl of § 271.

:'~, ,', Tl~e: argument is :a,deceptive and)'napplicable truis'm
whe~ appHed to those contributory infringcme11t :uctivitiel)
cleflI1~d, i?, §27.1.' By-deRnition,' contributory infringement
always.,illvplves. the:conh'ol,over ,or a .limitation on some..
thing emtsicle,of theliteral scope of the paten: claims. , If
t4.e,subj.cct ;~att,er;.we:re ,within the ,patent; claims,. -the
o.ffense: 'Wo~Idbe .dfrect. ,infrii1gement~not,conhibutory
illfringement (seee.g.,A,. 146,161~163).

,tr~,appHcation of Jh;e pres.entextension argument
properly,Jed first -.t~,.'(lec~s~on? ',' restricting., a: .patentee's
ability to: cOl1,trol cxis;tingcommrrcc in staple products .. in
S,tlpll, (r~cis~(ms .as. CarlJice,Uorton .. Salt, "Mot,ifJIl- picture
anclB. B" C"cmical(~upm.pages 22~23). , However, the
Afqrcoid cascs foI1O\\·ed. They carried the argumeiIt:to'an
extreme all(~ fplIlldmisuse in a patentee's attempt to.-pre'
v~iit :,t1Illicense~l,~s~lle,of nollstaple articles, since' -the
p~t?ntce:,wa~,aue;mp,ting to limit s.alesof something \\>hich
fell.outsicle ~f the literal language of his claims (even
though"those: 'sales were of articles having no use except
to infringe and hence commerce necessarily: leading'to
di~ect infringement)-,-see A. 162~164.

'-~sthe,discus,sion of legislativehisto~y demonstrates,
supl'a~pages 26-45? Congress was faced with a public policy
decision: to whatex,tent; ,If any in the face of the extension
argument,. s40uld: the ,contributory infringementdoctrine~

whi,~hn~cessarily permits control and limitation over "un~

pat.e,nt~d»c()mmerce.,(see. petitioners' definition'. ate. PE 10,
footll()te 4,)--:-be revived and given pr,ecedence over misuse
(see A 162~163)? While both, petitioners ancl Justice
ro:gu,e against the wisdom ,afrestoring ailymeasure of'
CQntributor'y infringement".Congress struck a reasonable
miclcll~gro.uncl. It resolveclpublic policy in favor ofcon~

trib1.,1tory infringement but nanowlylimited the revived



:'.' PetitI()ners :are also ,\;Vrang. when, they, cOIlte:nd that
s~les specifically permitted by § 271{ d) (1 )~nd enforce
ment sanctioned byP71(d)(3) together S9!,stitll te ,an
illegal "tying"arrangernent. They do not dispute}hat
RahIll and Haas'c9ndllct falls within the \hreeexceptions
to misuse statedin§271{d)(l), (2)and (3). BJlt they
.__and the Justice DepartInqnt OB 12,15 )-,go on to argue
that Rohm and Haas must nevertheless be held guilty 01
misuse because. ft ,eIlgage:s. in {l, fourtll:,ac,tivity, "somethlHg
~Is~not:_,kuth?,r~~4~_:_~o~pel1i~g,those., who ,vdshto- prac
tice the,' 'pate~t'~~'iIlventio~ to' pu,rch~se -vropanilJr()~l
Rohm and Haas; thereby tying a lice!,se u!,der.\~epatent
to the Pl1rcl)aseol .the unpatented!')ateria]" (PB 6).
If,,wever, tbis so-called ,"somethingelsE\ not authorized"
is, pure se:wun,tle sophis.try,. fpr it is m~n~ly,a res~at.eIl1~nt
o~ Rphln and Ha,as',sale,s uncl patent enforcem~nL<lctivitfes
permitted by§ 271 {d)(1 ) and. ,( 3 ) plus the inevitable
operati99 of thE\ legal ,doctrine that plll"chasersfrom .Rol)1TI
a~a}FI,_l.las- ,aHtom~tiEa.Ily r~ceive authorization -to-'practice
the patented JIlethoc1., No express :licenses, under;:"the
}Y~ls{)n_J>ate,nt"hay~. b:een,grqnt~~l, <'<;:onditioning'i.:the li
cen~e ,on the purchase oLanything, notwithstanding the
J1;I,~tice,D~pa~trpe:n,f~cqns;t<1P:tiI1f~renceto. the contrary:
.. . The Court 01 Appeals readilysawJhrough petitioners'
"tying"argurnent,hol\ling that the operation 01 theiinplied
license 4oc'tril1l:!' hI: <::PllIwction: with Rohmand Haas,','sales
of a nonstaple spepifically pem)itted by § 271{ d).(l) does
notconstitute illegal "tying" (Footnote 27, A, 176-177):

:~'0nce, an, item "has ;been'conveyed' jt' passes 'heyond
the patentee'sDlollopoly powe_r:a~d, the: 'b~lxer:c,ari

use Ror sell it as-he \vishes.' 'See' e;g~, Adams V....Burks,
84 U:S. (17 Wall.) 453;21 L; Ed. 700 ( 1873),anc!,
more recently, Aro' ManufactUI~ing':Qo:, v.:~on'l~r~bl~
Top Replacement Co., 377 U. S. 476, 497, 84 S.C!.
1526; 12 L.Ed. 2d457 (1964). Surely no statute
was requiredfo','sitve ,a 'licens~.( th~fo?erates ,as II

-,'matter of'law from- being deen,tcd' p~tE!nt mis~se."

IV~ Since :CompulsOlyT:iccnsing Has N'ever Been' a'Sub:'
slantive'Rcquirement ofthe'Patent- Laws<or the Anti
trust -Laws, Respondent Has Not C(nninittcd PatCi~t'

Misuse 'by Decliiling to Grant~xpress 'Licenses.

The Courtof Appeals properlyrcIused to rewrite
§271 to inject a compillsory Iise~sing~bligation (A.. 177):.

"We ,decline to"rule::that:a patentee must lice11se
under (d) (2) in order to use his rights uncler Cd) (.1;)
ancl (d) {3}. A general licensing. obligation is {oretgn
to a statuto~y scheme-'in: which' patentees :are:' free 't'o
suppress entirely or. reserve for themselves their
inventions." (emphasis' c()urt's) ,--,

Over seventy years ago, the'S~preme Court'~mrrned

a patent" owner'sl'ight· to. «r~serve· to. himself the. e~:~iusive
use of his invention" and held that: "lle is- neIther bound
to use" his .discovery himself 'Il9~ pem;i~;ot~ers::t~ ... ~5~:iC,
Continental Paper Bag Co. v. EaSt"" Pap~,. 13agGo.,%1?
U. S. 405, 425 (1908). This is still the law. Cataphote
Corp. v. Ve~oto Chemical Coating., Inc., 4pOF,2d 76,9.
774 (9th Cir. 1971), cert. dell·408U. S,929 (HJ7~), .

WltiI~ petitiOners, ,urge.W~,t,som~ '5;O~r.,ts:,h:~,:,e: pre
viously reql)ired COll1p,J!sory lipensing (pa .29), t~e very
cases rrer,cHede~l~ons,trat~~l1at,p(mrts:ha"e._':r~ql~,~~:cd it
only as areinedial~rp~nitive measure torecBf~; sub
s'tantive wrongdoings' -(e,g.,·· price fixing ),_peculi~,i:' •. ~8,,rl
given' case on which a,final'judgment hasbeefl:~,~t:er~(l,;

Never has any court-singled OtIta,broadd~ss o~ Pfl.tent~:
such: as ~s€l' patents; and ~lecreed p,rospe~tiv~lY'that'.' t~~
owners :of. stIch, patents miIst! Iicense-,thCJ:n:, a:s a:"c()ndi,tIo~
precedent: to theirenforceabiHty:, ,:':~fim(!,~tory"l{.:en~i~g,of
,patents,has never 'been' a substa'nti\'~"reqtIiienlcnt of ,th'~

patent 13\~s or the 'antihu'st 1a,w5; ,'SOi~l~' ~tat~lte~, (F~29,X~
by express language, and witli'd¢ar legi,sIil~~v'e;fn,teitt~"hilV~

required:licerlses' 'in particuI.u::-:fi~Ids',b£:'-intense:bubHf,
interest (PB29), butTIeith~rthelegislative hiStOry,o! the
1952 Patent' Actnar 'its ex,p~e~s lang~agesli9w,~:,~Il' i~tent
to accomplish the' radicaIres'uIt urged by, p~titioners'~, '::' .,,'

·Further affirmation ',of a~'atentee's, ,"'right:t6,':e~cluqe'
others from" making, using, or selling th~' ii}ventibn" i~s

found in 35 U. S. C.§l54: Congress ailhmedthat. basic
right in enacting ~ 27i{d),whichpermit(edthe ~~te!'t
owner' himself "to derive 'reveime ft:orn":actswhich'-£br'
others would be .contribtltory infriogement, While }tiHe
sametirne 'aut~orizing'the·pate~t:ownei :t9 s~,e, otI~~~·~, t()
enfofce;"the patent' without'any 'obligation ,to'-subm~t",'t,o'
compulsory licensing (supra, pages17-18). Seclion27;tis
expressed fnthe alternative and subsection (cl) (3 ) does
not reqtl~re a patentee ,to offer the 'uccusel:Ll'l1ce'nsehefoi;e
proceeding' '~to enforce his patent rights". , .Those ."'ho
drafted the statute made it clear.in the hearings that?~e.

could sue oJ'license, and was:,not re'quh'~dto"Cbupl~ ~':lit'

with licenses (e.g. 1948 Hearings, pages13a~d 16). Th~

Justice 'Department then, rec~gnized "that cb~l:H,lrsJ~y'
licensing was not required (e.g. 1949 Hearings, page 52
and 1951 Hearings, page 207).. , . , .'.

Congress has been importuned freqtlently by isolai~cl

special interest groups tOTequire cOlnpuls'oryli~~nsingof

patents. But it has considered: the larger interests' of
inventors' and", thepubIic' generally:' ahd:,}.las Invari~?~Y.'

refused to' enact any general compulso,r~ H?chsin(statute:'
In light of the consistent rejection of 'all 'general:c'oT:nPlllsbry'
licensing'statll tesby CoilgreSs; if ,yould:be::jrbnic:ihd~,~(l:

to' :distott~'.the''ijreseiit'statut~by,,~eading,.'i~to'it 's~c~,il '
radical requirement. This- ~lOt' oilly, would _l~egatc' 'botIl
the explicit and implicit Illeaning; of §271,it':<1IsI];\y?'ul~

involve a 'constUutio.naIly imlJe.nnissib1e: limitation or de
stniclion ofihose patent Tights which are ba,sed"UP6ii',a"
new use of an old "product. PreviouslY":consiaered"un~

,~s
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In the Am cases,: 'the' Court faced a~tion~ fort()ptrib~~
tory' infringement" based on ada~m, that defe~lc1'll1t's ~pe

ciallycut fabric for a patented' c,onvertible to~ .combinMion
aided,an. infril1gi~,g'<reconstru~fion",of ,the iC9m~ination,;,

rather than a no~:infringing "repair" of the item. " '" '
The Court rejected'a contlibutory infringement charge

inAto I because those who purchased a~d ~lsed t~e 'fabi'ic
were' merely fepa'iring the patented, coIl1bination which
they had bought from a licensee, and hence there was, no
direct i~frillgemen~~ In the absence of dire'tt infringement
thereconld be no contributory infringement (A. 178-179).
Petition'ersrely on several statements in t'he majority and
con'c?rring opinions'\vhich state that, separate'~lemenls 6~
a combination are not protected by combination claim's
(PH 2~-25).~owever,a careful reading of these portions
shows that they wer~ concerned with d':rect,infringerrient
(whether, there:?lacement of fabric was.areconstmctioll
or a "repair).andnotcontributory infringement,.__ J'he
Court clearly recognize,d ,that' s'eparate, rights existed ~il~~~:
the contributory infringement doctrine. Thus,·J~~~ticeT

'Whittaker" speaking for the maj~rity,. conchlded that' 'th~ ,
makin? mid selHng of the cut fabrie"is nota. direct in
fringement uncler 35 U. S. C. § 271 (a)" but that this still

'left "the question "whether, petitioners' manufacture and
sale' of fabrIc constihlted a contri~lltOI'Y infringement of
the patent under 35 U.S. C. § 271(c)" (365 U. S. 34Q-..
'emphasis. Court's). i\~d Justice BI~ck, in his concurring
opinion holding that the "cmcial ql1est,ion here" was "one
of direct, not con.tributory,il1fringemcllt" :(365 U. S. 347),
stated (365 U.S.361): ' ,

"But in the absence, of ,snch:aseparate .paterit,-,which,
in this':<:tse woul(11)~e:suma~ly be ~omesort9f patent
dnthe utility, pf tlw shape of the fabric, .the public
has' the,rightto.mak~, use and,vend each.partsrtbject
only. ~o: thee8~a~lis}ied .. Umitation of .contributory ,in
fringement: th'aL a 'part mar not be,kn?wingly ~up

plied for use' by, an •. unaut~orii~:~'pc.rson .in a new
maki:ng of what is in effect the 'whoie combination."

In Aro II, this "ourt explicitly upheld t~"d()ctrin"of
contribl,ltory infringement, 'including- <'extension'~ of the
:patent right to the unpatented fabric, beyond 'the literal
words of the claims (37711. S. 522). It permitted !:he
pateilt owner to 'sue and: re~oyerIrom the vendor ofthe
unpatented product-'"a holding which is total1~ con~~sterit

with that reached by the court below. Petitioners concede'
(PB'25) that in Aio II the Court recognized the re~i~ecl
doctrine of contributory infringement, but t~er,erroneously
argue thatthe·Co~rt "appH~d the doctrine, '0f pateritmis
use to deny relief" (PB 25) . The falla"y of this asseition
is sell-evident from petitioners' brief.\\,he~ein t~ey concede
a few Hnes later that the Court did not use the term "mis,;.
use':'"fltld· further tha~,: "The~ inis~'se defense had been
abandoned" (PB 26, note 11). The Court Hatly stated
"patent misuse'. .is riot an issue in this 'case" (377 U. S.
491). "

In Aro· II, the Court reiterated' the holding of Am' 1
that replacement of 'fnbric' in 'a· patented convertihle top
combination. was 'a noninf~rtg:hlg "repair" (377 U. S. 479
4.80).. ~ohsequently; Hthe repair;wascarried ont:ona
convertible top originallylic~nsed under the patent, there
was 'no 'direCt tnfringe~elltand hence no cOtilributory in-

22. Aro Mauufac!nring Co. v. COllvertilJleTop Replacement
Co., 365 U. S. 336 (1961) (Aro I), and Aro Manufaeluring Co. o.
Convertible' Top Bep/aecmell! Co.;'377 U.S. 476 (1964) (Aro II).
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20; Rohm and IIa{i~ v. Robe'rts Chemicals, 245 F.2d '693, 698-
99 (4.h Gir. 1957). '

2L Close' 'analysis of these alternatives shows that· m:i~{ are
not less harinful to petitioners. For example, were Rohmnnd Haa~

to enter.t~e,spraying business. and carry out the patentC!d procgs,s
while refusing to license others to do so. even petitioners concede
there would be no misllse, Yet in this manner, as the court helmv
correctlYllplcd (t\.. 162~163), Rohm and Haas could prevent pcti~
tioners from marketing :propanil. The· court further noted {A.
163): "What difference CUl~ it possiply make either to consumers
or to compctitors tn the mar~et for tIl,? unpl~tented item that"the
patent,?e has made 'hi.s profits br selling the entire combinaWm ,inR

stc{id,of,the unique element? Competition in,the submarket has
b~e,ll: .-destroyed."

patentable,' suchlCuse" ,inventions were recogIlized. as
patentable in !:he 1952Acl, :35 U. S. C. § 100(b).'" A,
!:he Circuil Courl:recognized (A. 176), many of these
"use" patents would be effectively destroyed:jf they are
subject }o, theeompulsory Hcensesdemanded by,peti
tioners ,as apreRcondition to their enforceability.

The theoretical existence of alternatives besides COffiR
pulso?, licensingto' Rohm ancl:.Haas' pff~sent'j:iblicY::does
not support the conclusion ,tha,t, 'Rohm and Haas, ,must
engag~ in' that alternative activfty (PB' 28-31f 'In an
effort t6, block passage of § 271, the Justice Department
similarly argued that "there are several alternative activi
ties that could' b~ carried on by a patentee" such as prac
,ticing, the whole of the claimed subject matter or licensing
all who, wished to use it (l949 Hearings, pages 76-77 ).
Congress, however,. provided ·a substantive right which
cannot be defeated by renewed arguments thatalternu...
tives may be available.21 Moreover, the suggested ,alter
nati:,,:es' are impractical. For example, the multitude of
fanners who use propanilon- their rice.crops are not inter
estedin,a direct license under the patent at bar. Even if
all could be contacted, it is a foregone conclusion, that
very few would:be willing to sign such an agreement,
keep records to show ,the extent of ·their·licensed activi
ties, make periodic reports on such. activities, forward
royalty payments, or subject themselves to audits normany
required in lice-nse agreements. Similarly, suit, against
thousands of fanners or herbicide applicators for direct
infringemenfwouldbeimpracticaL Thus;§ 271( c) <'va's
provided as a practical remedyfOl<patent enforcement in
an,'otherwise"imptactical :sl:tuation" (e:g:, :see· title of H~ R.
5988 and 3866), and there is no question that ibis is
exa~tly ..what Congress' meant to do; Rohm and Haas is
a chemical cOlupany, and it should not: ,be required -to
enter; businesses such as fanning or spraying. (which' would,
depriye others of their livelihood) in order to obtain the
reward promised a patentee under the patent system.

The conclusion is inescapable-in the words of the
court below:~'alm:ost.oyerpowering" (A. 176) and "one
we see'so clearly in the statutory words and its legislative
history" (A.181 )-that Rohm and Haas' patent policy
is completely protected by § 271 (d) . The contrary posi
tion:of petitioners ignores not only' this statute hut ~'100

(b), §154, and the great body ollaw going back to the
Contiilental: Raper. Bag' case, ·supra,. and ·beyond.

V. There.ls.No GonRic:~ Between the Decision Below 'and
th~ CasesJ?ecided Since Passage of the 1952 Patent
Act.

The Court of Appeals concluded that: OIily two prior
opinions of this Court,: the AI'O opinions,~~ have -touched on
§§ 271 (c) 'and (d) since their enactinent, ,ind iHolTectly
recognizedthese decisions "as not controlling the,'result'of
our case" (A. 181).
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Petitioners also argued in theii'openingbrie£ in sup
port of the petition for certiorari, pages 13,-14'" that the
Circuit Court decision· conflicts \vith' the" decisions' of ·the
lower courts in four other cases, National Foil1n Systems,
Inc. v.Urquhart, 202 F. 2d 659 (3rd Cil'. 1953); Preformed
Line Prodl/cts Co. v. Fanner Mfg. Co., 328 ·F.2d 265 (6th
Gil'. 1964); McCullough Tool Company v. Well Surveys,
Inc., 343 F. 2d 381 (10th Gir.196.5), and AnslilCompany
v.Uniroyal, Inc.• 306 F. Supp. 541 (S. D. N. Y. 1969),
aff'd 448 F. 2d 872 (2d Gir. 1971). To·tbe extentpeli
tioners may revive· the argument·· in a .reply 'brief (the
Justice Department mentions the cases iri passirigat .IB
14); Rohm and Haas incorporates by i·eference its'respoilse
found'at. pages 26-27 of its brief in opposition to certiorari.

(406 U •.,S.5.26). B[onde-r,:,follgfle dealt with collateral
estoppel-..,.no.t'.:co·ntributory infringemerit. TIle, Court:··· of
App~aIscorreetly concluded that,thesc.decisionsareclll a
"context far afield", stating (A.181):

"It is true that these case~ contain ringiIlge,ndorse~,

mentsof patent misuse theory eoncerningthe prope~

scope.' of a patent. . However, we decliIle. to, rely em
their .gen~ral stateITIe~ts, made in cOI""!text"far afield
from a ,patentee's effort economically tomafket~is

invention by sale ofits u,nique, nonstapleelenlents;.to.
reach a result contrary to one we see so deartyin ,thq
statutory words and its legislative history.:'

TEXT(No. 474)

VI. The Decision Below .Is-.Consistent '\i\'ith..,,-Sound
PURIio Policy; It Fosters 1nnovation'juan Important
Clasli of,;Inven~i()lls -\VhileTaldng- Nothing, From the.
Public.

"~_":_ ._,Bec~use .1h~-poiieie~;Involved:_Jn our,factual A. patentee's right"corifirtned by §271, -to prevent
situ~tion-a_primaryus~mark~t-dilfer_sofr(JIll ,t,he others from· contributorily infringing his patent affects 'no
,policies involvccl in, protecting:colpp~titi0I1i~, a market which exists apart from the invention cbimed and
lnarket for l~nP\l~enlcd el~me~lts ,to,'l)c uS~~_as mere therefore takes nothing fromth:epublic. Congressinsul:e?
Icplacemen~pl.1rt~_at,the, hands of on_~:_with a Iegit- this result by limiting the definition of contributory'in."
imate right to tinker\vHb a patented device by reason fringemcnt to only those· materials whose sale necessarily
of his absolutc ownership thereof, we consider the leads to direct infringement of \\'hat is' claimed/ '
Aro~piniOl~sasI1ot controlling the result of our case.", "Vere the Court of .\ppoals decision :reversed,in.,;
Since petitioners admit}hat the Court's opinio.n in, novation in a whole class of important inventiolls---..,ne'.v

"Am ~containsno reference to, ~~ction 271( d)" (PB ~6) uses :0£ materials knowllpcr se but. having no pubIicor
andsinc~themajority in Am [(aetually:upheldJhe con::-: economic, value-would be discouraged. On th?'" other
trihutory, infringement ,doctrine)nthefactual setting there hand, affirnlancc.takesnothing from the public since the
involved,. it is unfathom~ble. how. p~titioners can. blit~ely public had no, benefit· from',. the' known: luaterial· until:,the
state.thattheArocourt "would have slmck down" (PB2B) patented invention created a use, a det?and and a market.
the respondent's.sale$ amI enforcement activitiespres~ntly .In ..'. the abs;nce of. effective' protection. under. the
in issue. . ' > .. " '. Patent Laws, no one will accept the high risk ancls~end

Petitioners;als() contend (PB.26-.27) that, the decision the time, resources "nd effort first to experiment and:dis-
below is, in con~ict with United States v. Lo.e.1C's Inc., 371 cover new us.cs· for hitherto .useless materials and~ then to
U. 8.38 (1962); Zenith Radio Corp. v. Ha::::clt-ille Research develop,suchuses for market. Particularly infields such
Inc., 395 U. S. 100 (1969); Deepsol/th Packing Co. v. as agricultural. chemicals aud bumau health, the higheost
Laitram Corp., 406 U. $.518(1972); and Blonde-r-Tongue ofresearch and of obtaininggovemmental approvals wollld
Labs, Inc.v. Universityof Ill, Foundation, 402 U. 5.313 strongly militate against development of known materials
(1971). Loew's is a copyright case and does· not even, unl~sstlle. anticipated patent Pl:otectioll ,could,~e cffec-
mention § 271( d) or its effect on Mercoid, In Zenith this tively policed.~3

Court approved fin extension of the .-patentto require The ,chilling eHect on innovation prompted the: fIling
royalty payments on unpatent8dpro.ductswhcre such ex- oft."vo amiclts briefs before the Court,of Ap!leals:urging
tension was mutually agreeable and more conve,nient for reversal of the District Court's opinion. The iml),ortance
theparties. The Zenithdedsion does notrel~ on Merco'id 23~ For example, a study conducted in 1975 forthe:EliViron~
or on §271 (c) or (d)., Deepsollth dealt With §271 (a) mental Protection Agency rcrorted th~t to find olleeonuh~rcially
and held there was no direct infringement where the un- successful agricultmal herbicide. a company fillst ,screen aboyt

bl d
· h d 7,000 'compounds, and the·. average research' cost was about

patented componentswere no~ flssem e mto t eyatente $7,400,OOO.()(L WesL:hlcr et al., Evaluation oftlIe ,Possible Impact
combination in this country. Deepsotlth ,referred to of Pesticide. Legislation On Hesearch ;md J)('vclopme~t. Activitit:s
Mel'coidonly for the proposition that if there is. no direct of Pesticide ~·la·llufaetl~re.~·s, EPA-540/0-7.'5-018 (1875). ·1'1?-,i~.,d?~.s...

I b b
"b . f'. not include commercial costs such as the expense of bUlldmg

in ringement, t ere can. e no CO~ltn utory In nngement a plant
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friryg~meflt (377.V' S.4~O)" Jlowever, if"the origillaLtops
we~e imlicc~sed: rep,air l~lls:a direct infringeme,nt and un,:,
licens.ed .sale .. of. the repla,cClnent,. fabric was contributory
iuhingcmen((377 U. S. 484-485). Unlik~ Aro I, wher~
the sales' ofthe replacement fabric wer~,to ownerso~

General Moto~s cars on .which GM :had originally taken a
license under the· patent, some of the replacement fabric
sales in Aro II were to owners of Ford automobiles at a
time when tlleie was no license to Ford' under the patent,
and these were held to be contributory infringements for
which the patentee could' recover from Aro, the contribu,:,
tory infringer., Ford later took a license underthepatent,
to, which ,Petitioners mfet (PB 25), and. the Courtheld
that the agreement with Ford effectively licensed the:e~n
vertible top combination to purchasers (377 U. S. 497),
Hel1ce, ,purchasers of those Ford cars which were covered
by the license couldrepalr their licensed tops, and, as in
Aro ,I, sale of replacement fabric to licensed purchasers
forJepair\vas not: .contributory infringement. Conse
quently>the patentee .could not interfere by contract witl~
cornIllerce in the .. unpatented fabric, tile sale of which was
neithercontribulory ,nor direct infringement. The, lJ,f?,:,
visions attempting such. control were declared unenforce;
able.

The present ease is ,clearly. distinguis,habl~ from. the
Am decisions, becatlse those ·.cases. turned o~,\Vhe,ther or
not direct infringement had .. occurred. . In this case direct
and contributor~infringement ar.e conceded, and the, de-
fense is staked on patent misuse, '

Moreover,'as the Courfo£'Appealspointed out lierein,
the Am cases involved a completely diHerent market set
tiug lromthat iuvolvedhere (A. 180-181),

F - 16
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-- End of Section F ~-

Respcctfnlly snbmitted,

AR'IHUR G. CON"NOL~Y,

JANUAR D. BOVE, In.;
RunOLF E. HuTZ,
JAMES M. MULLIGAN,

CONNOLLY, BavE & LODGE;
P. O. Box 2207, 0

Wilmington, DE 19899
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o 928 Relllington Road,
Wymujwood, FA 19096

cnrii.'e do"vn i;.rf~vbr 'oF ttie .Jalues\i~gcd :byre~pondimt
herein. This balance is in the cOlUmon,:'go,9(l;, ,al1dit9ffe~s
more hope for the future than coneloning the conduct of
petitioners and other opportuI1i~tswh?:are ahvays on the
fringe, ready, and waiting: to make money on the invenc:
tions of others.

CONCLUSION,

The only business in propanil today-almost eighty
years' after' it was first described-is its sale for use in the

,.patented ProCl;SS. This business was a direct result of
the. Rohm an,d;, :HAu,s invention and the publicity given to
it .after the' "YiJson. patent application was filed. For
dec,ades ~rior,:._t~?Jhat time propanil was an unsalable
11l~6rat9~:y "cui'ios,i:tY having no practical use. Although
petitione'rs have' ~ontributed nothing to this invention,
they have sold propanil in competition with Rohm and

:I1aas aft~r~the Wilson patent was granted. .TO.ju~tify

'their wanton and malicious violation of Rohm and Haas'
pate~t..rigp,ti,':,'::"Ari<i •. ignoring tIle. Aispositi~~ ': effect 'of
§§ 100(b) and 271(c) and (d), they have interposed a
so~called misuse ,defense which would make a mockery of
these statutes.

To constr4e §271. as petitioners contend"\vould'··frils;';'
trate completely thek1I1g.term efforts of the pate~t ba,!'
and the intent of Congre~s,to restore by legislation a prac~

tical, effective remedy for contributory inhingemenLof
use patents-a .-~~e:rri~1r5\7~ich had been taken ~way by
Mercoid. If petitioriers' .. ·a~guments. were .to •'prevail, in
the words,of'J~?~e,yVoo~tufIin 'Vallace v. H'olmes, s-upra,
"such patents would, inqe,ed, be of little value".

The Court of Appeals::correctly held ,thatltohm,anq,
Haas' sales, licensing and enforcement 'activities with;
respect to the,nonstaple propanil are within the spedfic
anthorization of 35 0 U. S, C. § 271 (d), that no patent mis,
use or illegal tle~'ii1 haso'ccurred, and that ,rio, compulsory ':
licensing is req1JiI:ed.,_TI~e Court of Appeals foll6weclthe >

plain meahing' of· §.271 (d), and backed its cOIl?lllsi~ns .by
a scholarly analysis of the judicial arl~ legislative"hist()ry
leading to th.~,en~~tm~l1tC?f § 271 as' a critical p,\rtofthe'
1952 Patent Act. 0 TheComt of Appeals' decision should
be affirmed. 0

of the question and -its p'otelitialeffect on' innovation 50
sorely needed in this country have led numerous organiza
tions, representing a wide cross-section of American in
dustry, additionally to reque;s~ permission to: appear as

;":9:mici before this C9urt in sUl)port of the Court of Appeals
9pinil;m. ,_ The,~nterest :~x~)ressed by these organiz.ati0J1,s
and the, s~ron~, statelnellts of public policy "detail~(("in
their briefs independently confirm the wisdorno(-C~n

gress in enacting §271 to provide me:.mingfuLprptection
to the class of inventions represented by Rohm and Haas'
discovery of a new and highly beneficial use ,for propaniL
Propanil has been known for nearly eighty yeaisJ;iudyet
its only use today'remains the patented use. This,dis..;
covery was not by chance but was the result :of costly
research and development by Rohm and Haas. Petition,..
ers are not innovators but merely seek to profit from the
research investments of others by selecting their proven
commercial successes. Unfortunately, this ~pprdach·, has
become a stundard busi11,ess technique in some, ", circl~.~,
described as "Replicate, don't innovate;"· by one' executive
in a recent speech;24

The need:Jo,encourage invention and inhovation in
t1Jis countryhaS""b~enexpressed :and documented"by an
s,egments of the economy, both public and private.' Inrio
yation in developing new uses for known materials should
not be discouraged by.burdening those discov.erieswith
the requireni.ent'of corrijmlsory licensing of" allcompeti-'
tors atsome,rate,whicksomeone decides is "reasonable".

The decisIon below""'fosters important discoverie,s at
110 cost to tht3"pu~liE,,~ince it places 'no burq~n"oll'a,ny
pre~existing market 'or legitimate competition...,.,.by-. defini
tion (§ 271 (c r)'·there is "nb legitimate competition outside
of the inYenJjo11,-cl~iI:rH~d. Affinnancewill.not- onIY,;en
courage other~Jo '"develop,: newuses':for previou~ly~~own,
but unused m'atcriah("'it'will also stimulate the develop
ment of otl)~x-uses forthe same materials and other meth
ods,and,othcr'chernicals'to achieve the same result, h~ne'
ficial efIects\yh,icli.~ ~ven the Deparbnent --of 'Justice
concedes (JB 10, notes 10-11),

To 'excuse.and.· continue their infringement, petition
ers seek tofii\vrite'§ 271( d) and eflectively to n~llify
Rohm and lIaas'" ri'ght "to sue contributory infringers.
Such rewriting.:-2 ·:Uowherc', suggested by the,\vords orhi~

,tory of § 271-wotild'create only complex and expensive
proceedingswhereby"courts or some special agencywolJld
be required-, .~ndl~'~sly" to set "reasonable" royalty rates.
adjust them on futu're 'c~ntingencies, determin~~vho and
how many sh,[lll bp, licensed, on whattenns,and.·when
they shall 'he .. lice~sed, c'tc. The administrative burdens
and judicial proceedings'which would be gen'e'rated are
not justified by any possible public benefit. The public
actually los~s"'~'ince, 'innovation is .di~cbliraged<at a time
when it is 'so::clearly ~~eded. Heversal of 'the decision
1?eloyv,. ~v0l?:ld favor oniy p,etitioners" whose blatanf. and
wantOJ:l-and admitted (PB 6 )-contributory infringe
mentwould he" legitimized,by' compulsory 'licensing;

In.enactiIlg'§ 271, Congress struck areasonablebal..;
ance between' the policy arguments of the parties and

J,
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