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LA T T RS T T U S s

No. 79-669

Dawson Chemieal- Company - .
et al., Petitioners, On W
.

Rohm and Haas Company.

rit of Certloran ‘to the
United States Court of Ap-
peals for the Flfth ClI‘ClIlt

. [June 27, 1980]

Mgz, JusTice BrackMuN delivered the opinion of the Court.

This ease presents an important question of statutory in-
terpretation arising under the patent laws. The issue before
us is whether the owner of a patent on a chemieal process is
guilty of patent misuse, and therefore is barred from seeking
relief against contributory infringement of its patent rights,
if it exploits the patent only.in eomunctlon with the sale of
an unpatented article that ‘sonstitutes a material part: of -the
invention and is not suited for commercial use outside the
scope of the patent claims. The answer will determine
whether respondent, the owner of a process patent on a chem-
jeal herbicide, may maintain an-action for contributory, in-
fringement against other manufacturers of the chérical used
in the proeess. To resolve this issue, we must eonstrue the
various provisions of 35 U. 8. C. §271, which Congress
enacted in 1952 to codify certain aspects of the doctrines of
contributory. infringement and patent m1suse that prevaously
had been developed by the Ju’

N "(d) No patent .owner otherwme entitled to relief for
Jnfrmgement oF contributory infringement of a patent
shall be.denied relief. or deemed guilty of misuse or.illegal
extension - of the patent. right by reason of his having
done prie, or more. of. the, following: (1) derived revenue
from acts which ‘if perforimed by another. without. ‘his

2 gonsent ~would: donstitute-contributory - infringementof _
the patent; (2) licensed or. authorized another: {0 per-
form acts which if performed without his consent would
constitute econtributory infringement of the patent;
(3) sought to enforce his patent rights against infringe-
ment or contributory infringement.”

Of particular import to the present controversy are subsec-
tiona (¢) and (d). The former defines conduct that consti-

tutes’ contributory infringement; the latter speclﬁes conduct

of the patentee that is not to be deemed misuse.

: A

The catalyst for this litigation is a , chemical compound
known to scientists as “3,4- dlchloroproplonamhde and re-
ferred to in the chemical indistry as’ “propanil.” In the late
1950’s, it was discovered that this compound had propertles
that made it useful as a selestive, “post- emergence’ herbieide

partmular]y well suited for the cultivation of rice. If applied
in the proper guantities, propanil kills-weeds normally found

- in.rice crops without, adversely aﬁ"ectmg the crops themselves

T thus permlts spraylng f
) already growing, and ell
 ing of Rooding

The doctriﬁés of ‘contribiitory in fringement and:patent mis- -
ise have long and interrelated :histories..: The/idea that a .

patentee should be able to obtain relief against those whose
aets facilitate infringement by others has been part of our
law since Wallace v. Holmes, 29 F. Cas. 74 (No. 17,100} (CC
Conn. 1871). The idea that a patentee should be denied re-
lief against infringers if ‘he has-attempted-illegally to extend
the scope of his patent monopoly is of somewhat more recent
origin, but it goes back at least as far as Motion: Piclure
Patents Co. v. Universal Film Mfg. Co., 243 U 8. 502 (1917)
The two concepts, contributory. infringement. and patent mis-

use, often are juxtaposed, because both _concern the relatlon- .

ship between a patented invention and unpatented articles or .
elements that are needed for the invention to be practiced.

Both doetrines originally were developed by the courts.
But in its 1952 codification- of the patent laws: Congress en--
dezvored, at least in part. to substitute statutory precepts for
the general judicial rules that had governed prier to that time.
Tts efforts find expression in 35 U. 8. C. § 271:

“(a) Except as otherwise provided in this title, who-
ever without authority makes, uses or sells any patented
“invention. within the United States during the term of
the patent therefor;- mfrmges the patent.

« ly. induces; mfrm ement of a pat- i
(b) Whoever aatively 2 ¥ ‘ . éfforts” o obtam a. propand patent beuan i 1958 _These

ent shall-be liable as an. 1nfrmger

“(c) Whoever' sélls 2 éomponént of a patented ma- -

chine, manufacture, combination or composition, or a
material or apparatus for use in practicing a patented
process, constituting a material part of the invention,
knowing the same to be especially made or especially
adapted for use in an infringement of such patent, and
not a staple article or commeodity of commeree suitable
for substantial noninfringing use. shall be liable as a

contributory infringer.

neraI areds where the crops are
ates the necess.1ty for hand weed-
ropanil is orie of ‘several

allable for ‘use in rice

herbicides that ar
cultivation, =+ © ‘

Efforts to obtam patent rlghts to propaml or its use as &
herbicide have been continuous since the herbicidal qualities
of the chemical first came to light. The initial contender for
& patent monopoly for this chemical compound was the Mon-
"santo Company. ~Tn 1957, Monsanto filed the first of three
successive apphcatlons for a patent on propanil itself. After

. lengthy. proceedings in the United States Patent Office, &

patent, No. 3,382,280, finally was issued in 1968. It was de-
clared .invalid, however, when Monsanto sought to enforce it
by suing Rohm and Haas Company (Rohm & Haas), a com-
peting manufacturer for direct 1nfr1ngement Monsanto Co.
v. Rohm & Haas Co., 312 F. Supp. 778 (ED Pa. 1970), aff’'d,
456 F. 2d 592 (CA3). cert. denied. 407 11. 8. 934 {1972). The
-District Court held-that propanil had heen- implicitly revealed
in prior art dating as far back as 1002, even though its use
as s herbieide had been discovered only reeently. 312 F.
Supp., at 787-790. Monsanto subsequently dedicated the
patent to the public, and it is not a party to the present strit.
Invalidation of the Monsanto pateit cleared the way for
Rohm & Haas, respondent here, to obtain a patent on the
_method or process for applying propanil.  This is the patent
_on which the present lawsuit is founded Rohm & Haay’

efforts ﬁnally bore:fruit when. on-June:1d. 1974, the Tnited
States Patent Office issued Patent No. 3.816.002 (the Wilson
patent) to Harold F. Wilson and Dougal H. McRay.! The
patent contains several claims covering a method for apply-

1 The patent waz issued to Rohm & Haas as the sresult -of an interfer-
eree proceeding in the United States Patent Office hetween Rehm & Haas
and Monsunte. In that proceeding the Patent Offiee de reided that Wilzon,
and not the applicant for the Mensanto patent (Hnffman). wax actunlly
the first to invent the process for using propanil as a herbeide,

ing propanil to-inhjbit the growth of undesirable.plants in
areas-containing established .crops®> Rohm & Haas has ‘heen
the sole owner of- the patent since its issuance. :

. Petitioners - too, -are chemical manufacturers, -They have
manufactured and.sold propanil for application to rice erops
since ‘before:Rohm & Haas receivéd its patent. . They market
the chemical in containers-on which-are printed directions for
application -in- accordance with:the method “claimediin the
Wilson - patent...+ Petitioners -did.-not' cease ‘manufacture and
sale of ‘propanil after:that: patent issued, despite knowledge
that farmers purchasing their ;produets :would infringe on the
patented . method- by “applying ithe ‘propanil to their crops.
Accordingly, Rohm: & Haas filed this suit, in the United - States

. Distriet- Court for the Southern District of Texas, seeking in-

junetive -relief- against -petitioners-on the- ground that -their

- manufacture and: saIe of- propaml 1nterfered w1th its patent

rights. - =i

:The comp!amt aIleged not only that petltloners contrlbuted
to_ infringement . by - fariners- who purchased-and used. peti-
tioners’ . propanil, but- that they aetually induced. such-in-
fringement by. instructing farmers how to. apply the herbicide.
See. 35 U.. 8. C..§3271 (b). and. (e).. Petitioners responded
to ‘the -suit by requesting licenses to- practice the patented

- method. : When Rohm & Haas refused to grant such:licenses,

‘however, petitioners raised ‘g ‘defense “of patent  misuse-and
counterclaimed for alleged antitrust. violations by respondent.
The parties entered into a stipuldtion of.facts, and petitioners
moved. -for - partial ‘summary judgment. They argued -that
Rohm: &-Haas has misused its patent by iconveying the ‘riglit
to practice. the pateuted method only to purchasers of 1ts own
propanil, = - i

“The- Dlstrlct Court’ granted summary Judgment for pet}-
tioners. - 191 TUSPQ: 69L (1976 Tt agreed: that-Rohm &
Haas was barred: from obtaining rélief against'infringers-of its
patent because it had attempted illegally to extend its patent
maonopoly., The District Court recognized that:35 W. 8.-C.
§ 271: (d) ‘'specifies’ certain conduet which is not to be:deemed
patent misuse. - The court.riled, however; that:“[t]he-1an-
guage of §271 (d) simply:does not encompass the totality of
[Rohm & Haas': conduct in“this case” 191.USPQ.rat 704,

It held that respondent’s refusal to grant licenses, other than

the “implied” licenses conferred by'_ operation  of law. upon
‘purchasers of its:propanil; constituted an’attempt by means

- of & “tying’" arrangemeént to effcet & monopoly.over an- un-

‘patented: component of the process. : The District Court-con-
cluded that this conduct would:-be; deemed patent :misuse
under/the judicial “decisions’ that. preceded§ 271 {d); and it
held that “[n]either the legislative history nor the language
of § 271 indicates: that t}ns rule has -been modlﬁed“ 1091

SPQ at 70’?3 AR CE L

2The Wllson patent contruns sev eral c]alms relev mt to th1- proceodmg
Of these the following are iltustrative:

D method’ for “selectively inhibiting grouth “of undesn' WBle plants in
an areéa cant aining: e—ro\\mg unde-qrable plants. ip- an extablished erop,
which comprises applying to said ‘aren. 3, 4-dichlordpropisnanilide at a
‘rate:of application which. inhibits growth of said, undesirable ;)Lmte and
“lmh dres not adversel ect 1he gronth of cud e~trlb1 shed erop.”

9. 4 The method’” .wcor z to claiim’ 1 wherein ‘the '3, 45 dwh]ompromon-
“anilide is applied 1n a composition’ cémprising 3, 4-dickloropropionanilide
and an inert diluent therefor at a rate of bet\\een 0.5 and 6 pounds of
3, ¢-dichloropropionanilide per acre: " App. 69-70.-

- 3The District- Court :limited its ruhnfv an the :motion for’ ‘p.lrhal- sum-
mary judgment to: the :question of patent misusel It admoenished -that
“[nTothing in: this ruling should.-be .construed to. be. determinative”: of
petitioners’ antitrust .counterelaims. 191 USPQ, at 707.-These counter-

~¢lairis ‘are based, inter ‘alio; ot allegations that Rohm: & Haas engaged in

coercive marketing practices prior to :issuance of -the . ‘Wilson patent
“Thesé charges are’-not 1mphcated in thls appea] and they Temain for
dev eIopment on remand 5 ER

~The United States Court of-Appeals. for: the Fifth Circuit
reversed. .599. ¥ .2d 685 (1979). .It: emphaemed the fact
that propanil, in the terminology of the.patent law,.is a

nonstaple article, that is, one that -has no commerclal use
except in: connection -with . respondent’s patented invention.
After.a thorough review of the judicial developments. preced-
ing. enactment of §271, and a detailed: examination .of the
legislative history of that provision,.the court concluded that
the- legislation restored -to- the patentee .protection:-against
contributory. infringement that.decisions. of this Court.thereto-
fore had undermined. To secure-that result, Congress found
it necessary-to cut back on the.doctrine of patent misuse.
The Court of Appeals determined that, by specifying .in
§271:(dY condugt that is not to be deemed misuse, :".Congress
did clearly provide for a patentee’s right.to exclude others and
reserve to itself, if it -chooses,. the right to.sell ;nonstaples
used substantially only in.its invention.” . 509 E..2d. at..704
(emphasis..in, eriginal)... Since' Rohm; &: Haas’ conduct was
designed to accomplish, on1y ‘what the. statute contemplated,
the . court ruled that petitioners’ misuse defense was of 1o
_avall :

We granted certlorarr, — U S L 6 1980) to forestall a
poss1ble conﬁlct in, the lower courts and to: resolve a

. For present purpoces certaln materral facts are not. 1n‘d1s-
pute First, the. valldlty of the ’W'Ison patent is not..in
.Question at. thls stage in, the lltlgatlon” We. therefore must
assume. that respondent s the lawful Owner: of the sole. and
excluswe rtght to use, or to heense others to. use, propaml a8
a herb1c1de on _ rice ﬁe]ds in accordance with . the methods
i 3 1Ison patent Seeond pet1t1011ers do not
drspute that_thei manufacture and sale of propaml together
WJth instructions. for use 48.8. herblClde constltute contrlbu-
tory mfrlngement of ‘the. Rohm. & Haas patent Tr ‘of Oral
Arg 14, Accordmgly, they admit that propanll cops ltutes

“a material part of [respondent’s] invention,” that it is “espe-
cially made or especially adapted for use in an 1nfrmge1nent
of [the] patent ' and that it is “not a staple artlcle of ‘com-
modlty of commerce sultable for” substantlal nonmfrmgmg
use,” all within the langitage of 35 Ul 8. °C. § 271%(c). They
a!so eoncede that hey have produced and sold propam] Wwith
knowfedge that" it would’ be used”in & manner mfnngmg
on respondent’s patent rlghts To- put thie same matter in
slightly dlfferent terms a3 the htlgatlon now stands petl-
tioners’ admrt commission of g tort” and Taise as thelr only
defense to llabihty ‘the contentlon that respondent by engag—
mg m patent rmsuse comes 1nto court w1th unelean hands’

+There is no dlrect iconflict, but a: number of decnc:xons euhlbltwome
tengion en questionis of patent misuserand.the scope.of 35, U, §.C. :§271
(d).. Ci, e g, Ansul Co. v, Umroyal Inc., 306 F. Supp. 541, 562, (3DNY
1969}, aﬁd in, patt, and rev’d in part 448 F. 2d 872 (CA2 1971) ‘cert.
denied, 404 U. 8 1018 (1972); “Rohm & Haas Co. v. Roberts Che micals,
Inc., ‘245 F. 2d 693, 600 (CA4 1957); Harte & Co' % L. B Carpenter&:
Co. 138 USPQ 578, 584 (SDNY 1963) ;. Sola: Blectric Co. v. General :Elec-
tric Co., 146: F..Supp. 625, 647-648 (ND.Iil, 1956).; See.-also Nelson,
I\Iercold T\pe Misuse is Alive, 56 J. Pat. Off, Soc 134 . (1974)

3In their ansuers to the complamt petltlonet‘s asserted 1he 1nvahd1ty
of Rohm ‘& Haas’ patent on a var:ety of grounds: - See 509 F. 2d., at 687.
These conteirfions have rot-yet-beefi-addressed-or decn:led by elther the
Distriet Court or-the.Court- of :Appeals. - ’ :

"8 We follow: the: practice of the Comt of Appr\ xls 'md fhe pu‘tles by
using - the term [‘nonstaple” throughout this opinion to refer to a com-
ponent as r[eﬁnod in 35 ¥, 8, C. §‘)71 (r}, the unlicensed sale of wlneh
would conctitute rontnbuton mfrmgompnt 'A s sze romponem is one
thdt ‘does mot ‘fit this definition.” We Teeognize: that - théiterms “staple?
and -“nonstaple” have not always been definad-picciselv in this fashien,

T Bee Thomson-Houston Electrie Co: v, Ohip Brass Co., 80°F. 712, 721
(CA6 1897) (contributory infringement g tort) ;. Morton Sult Co.;v. G. 8.
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As a result of’ these concessions, our ¢hief focus of i 1nqu1ry
must be the scope of the doctrine of patent misuse in hght
of -the limitations placed upon that doctrine by § 271 (d)
Or this sibject, as well, our task is gluded by certain stipula-
tions and concessions.  The partles agree that Rohm & Haas
makes and sells propaml that it has refused ts license peti-
tloners of any others to do the same; that it'has not granted
éxpréss’licenses either to retailers or to end users of the produet;
and that farmers who buy propanil from Rohm & Haas may
use it; wrthout fear of being sued for direet infringemerit, by
yirtue ‘of an “implied licenge” they obtain whén Rohm &
Haas relinquishes its monopoly by selling the propanil. Sde
App. 35-39. See also United States v: Univis Lens Co., 316
U 8 241,240 (1942): of.” Adams v. -Burke, 17 Wall. 453
(1873). "The 'parties: further ‘agree that §§ 271 ({1} and
(3) -permit réspondent both- to-sell propaml itself and to sne
others who sell the same product’ without & license, and that
under § 271 (d)(2) it would be free to demand royeltles from
others for the salé of’ propeml if it chose to'do so.

“ The ‘patties disagree over whether respondent hag engeged
in any additional conduct that amounts fo _patent misuse;
Petitioners assert’ that there has been misuse’ because re-
spondeént has “tied” the sale ‘of patent Tights to'the purehaee
of propanil,” an unpatented and indeed unpatentable article,
and because it has refused to grant licenses to other producers
of the chemical compound. They argue that § 271 (d) does
viot permiit any sort of tying arrangement; and that resort to
such~a ‘practice : excludes reepondent from the category. of
‘patentees” “otherwise entitled to relief” within'the meaning
of *§ 271 (d). “Rohm' & Haas, understa.ndably, vigorously re-
sists this characterization of its conduect. It argues that its
gets Have beer only those that §271 (d) by express mandate,
excepts ‘from  characterization ds petent misuse. ~ It further
asserts that if this conduct results in an exterision of the pet—

entright, - to &-control over.an’ unpatented eommod1ty, in .

this mstance the extens:on has been given express sta.tutory
'eanotlon S i
i

Our mode of enelysrs fol]ows closely the trell blazed by the
Dmtnct Court and the Court of Appeels It is axiomatic, of
_course, that stetutorv construetlon must begm with . the lan-
guage of ‘the .statute itself. But the Ianguage of §‘J71 is
_generic and freighted with a meenmg derived’ ‘from the deel-
_sional hlstory that. preceded. it. . The Court of’ Appea]s appro-
pr:ately observed that maore than one. intérpretation of the
statutory language has a surface plaus:blhty To pla.ce §271
in: proper perepeetwe therefore, we believe that it is helpful
ﬁrst to reyiew in detail. the doctrines of contnbutory infringe-
ment and patent misuse as they had developed prior to Con-
gress attempt to codify the governing principles.

“As.'we have noted, the doctrine of -contributory infringe-
ment had its genesis in an efs of gimpler and-less subtle
technology Tts basic elements are perhaps ‘best exp1a111ed
with a_classic example drawn from  that era. In ‘Wallace V.
Holmes _supra, the: patentee had mvented a new burner for
an-oil lamp. - In"compliance with-the technical rules of pat-
ent claiming;’ ‘this mventmn ‘was patented m ‘a eombmatlon
that also included the standard fue] reservoir, wick tube and
chimnhey -hecessary.: for a. properly functioning lamp.. After
the patent issued, a competitor began to market a rival prod-
uet ineliding -the novel burner but not the chimney. -29 F.
Cas., at 79. Under the sometimes scholastic law of patents,
this conduet did not amount to dlrect infringement. becauge
the competrtor had not rephce,ted every smgle e]ement of the

Supprger ‘€0 314 UL 8. 488, 402-494° (194”) (patent rmcuse lm!\ed to
equitable doctting of “unclean hands™), - ]

paténtee’s claimed combination. Cf., e. g.; Prouty v. Ruggles,
16 Pet. 336, 341 (1842). "Yet the court held that thers had
heen ‘“palpable interference” with the patentee’s legal rights.
beeause purchasers would be certain to complete the eomibina-
tion, and hence the infringement, by adding the glass chim-
ney:. 29 F. Cas., at'80. The court permitted ‘the patentee
to enforce his rights against' the -competitor whobrought
about: the-infringement, rather than requiring the patentee to
undertake the almost insuperable task of finding and- -suing
all-the innocent purchasers who: technically were responsible
for completing the. infringement.Ibid. See also Bowker v.
Dows, 3 F. Cas. 1070 (No. 1784) (CC Mass. 1878).

“The. Wallace case demonstrates, in o readily éomprehensible

setting; the resson for  the contributory” infringement doc-
trine, It éxists to protect patent rights from subversion by
those who, without directly infringing the patent themselves,
engage in acts designed to facilitate infringement by others.
This' protection .is .of- particular-importance in situations; like
the. oil lamp -case:itself, where enforcement:against direct
infringers’ would be ‘difficult,-and where the technicalities of
patent law make it relatively easy:to profit  from~another’s
invention without risking a-charge of dirett infringément.

Bee Thomson-Houston Electric Co. viQOhio Brdss Co., 80 F,

712, 721 (CA6 1897) (Taft, Circuit Judge); Miller, Some
Views on the Law of Patent Infrmgement by Inducement 53
J. Pat. Off. Soc: 86, 87-94 (1971).

-Although the propriety of the decisionin Walloce V. Holmes

seldom has been challenged, - the contribatory - infringement

doctrine it spawned has not always enjoyed full adherence in

other ‘contexts:: The difficulty that: the: doctrine: ‘has . en-

countered stems not so much from rejection of its core con-
cépt as from & desire to delimit-its outer contours.' In time,

concerni- for- potential antieompetitive tendencies inherent in

actions for eentributory infringement led to retrenchment on
the doetrine.- “The judicial history of eontributory infringe-
ment thus may be said:to be marked by & period of ascend-

'ancy,,in.,,which_ the doctrine was-expanded: to the point: where
1t ‘became subject-to dbuse; followed by a somewhat longer

period of decline, in which the edncept-of patent misuse was
developed as an. increasingly stringent -antidote to the: ])er—
ceived excesses of the earlier period. : :

The -doetrine of: contributory infringement  was- ﬁrst ad-
dressed by thia:Court in Morgan' Envelope Co. v.-Albany

‘Paper Co., 152 U. 8:°425 (1894). That case was-a suit by a

manufacturer of a’ patented device for dispensing toilet-paper

-against ‘a.supplier-of papet rolls that fit the patented-in:

wvetition: - The Court-aceepted the contributory infringement
doctrine in- theory but held that it could not: be:-invoked

" against & supplier of perishable commodities used in & pat-

ented invention. The Court observed that a ¢ontrary out-
come would give the patentee “the benefit of & patent” on
ordinary articles of commerce, a result that it determlned to
be unjustified on’the facts of that case: . Id., at 433,
Despite this, wary reception, contrlbutory infringement ac-
tions continued to flourish in-the-lower-counts® Evenfually

the doctrine gained more wholehearted acceptance here. . Tn.
Leeds & Catlin Co.'v. Victor Talking Machine Co., 218 U. 8.,

325 ( 1909), the Court uphéld an in Junetron against contribu-
tory infringement by a. m‘mufacturer of phonovraph dises

& Bee, e. g. Thomsm-Hourton Eiectm: C'O v. Ke!seu Electric R SPL’-
cialty Co., 72 F.- 1016 (CC Conn: 1898); American Grephophone ‘Co. v.

‘Amet, 74 Fed. 789 (CCND. Il 1896); Thomson-Housion Blectric Co. v,

Okio Brass Co, supra: Red Jucket Mfg: Co..v, Davs, 82 F. 432, 439
(CAT 1897} American. Grapkophone Co. v. Leeds; 87 F. 873 (CC SDNY

1808) 1" Wilking Shoe-Button Fastener Co. v. Webb;"80 T. 982,996 (CCND

Ohio~'1888); Cande v. Mickigan Malleable Iron Co; 124 F. 486, 489

" {CAB 1003) ; Jameés Heekin Co. v. Raker, 138°F. 63, 66 (CAS 1905} (Van

Devanter, Cireuit Judge).

specially designed for use in- a patented dise-and-stylus com-
bination. A]though ‘the disc itself - was not patented. the
Court noted that it was “essential ‘to’ the- fun(‘tlonmg of *the
patented combme,tmn and that its moethod’ of interaction w1th
the stylus was, whet' “mark[ed] the advance upon the prlor
art” Id., at-330 It also stressed that the dise was capable
of use only in the patented combination, there being no other
commercrally available stylus with' whrch it would operate,
The Court distinguished the resu]t in Morgan’ Envelope on
the broad grounds that “In]ot one of the determining factors
there stated exists in the case at bar” and it held that the
attempt to link the two cases “is niot only to confound essen-
tial distinetions made by the patent laws, but essential dif-
ferences between ontlrely d;fferent things.” 213 U. 8. at 335,
" The contributory mfrmgement doetrine achteved its h1gh~
water mark with the ‘decision ‘in Henry v. A. B. Dick Co.,
224 U-8. 1 (1912). Tn th‘tt case o dwldod Court ‘extended
contrlhutory mfrmgement principles to permit 2 eonditional
hcensmg arrangement, wherrhy a manifacturer of a patented
printing machine could require purchasers to obtain all sup-
plies used in cornection with the invention, including such
staple items as paper and ink, exclusively from the patentee,

The Cotrt -reasonied that the market for these supplies was ‘

ereated by the invention, and that sale of a license to use the
patented produect, like sale of-other species of ‘property, eould
be limited by whatever conditions: the: property owner wished
to impose. 4., at 31-32. The'A. B. Dick décision and its
progeny in the lower courts. Ted ‘to -4 vast expansion in condi-
tional licensing of patented gocds and processes used to con-
trol markets for staple and nonstaple goods alike:®

This wasd followed by what .may bo:characterized’ throngh
the leng- of hindsight as ‘an-inevitable judicial reetion. In

‘Motion Picture Patents Co. v. Universal: Film Co., 253'U. 8.
‘502- £1917); the Court signalled 8 new trend that was to con-
“tinue for years thereafter.®. "The owner.of a patent.on projec-

tion equipment attempted to prevent competitors from selling
film for- use in-the patented equipment by attaching:to the

' projectors it sold a notice purporting to condition use of the

machine on exclusive use of its film.- The film previously had
been patented but that patent had expited;” The! Court, ad-
dressed- the broad issue whether a patentee possessed the right
to--condition sale of a patented -machine on the purchase of
articles “which -are-no part of:the patent machine, and. which

“ -are.not patented.” . 243 U, 8., at 508, Relying upon the rule

that. the seope of a patent “must be limited:to.the. invention
-deseribed. .in the claims,”.id.,.at 511, the Court held that the

:attempted restmctlon on use' of unpatented euppllos -Was

fmproper: - :
“Buch a restrlctlon is mvehd berauee suoh a film s
obviously not any part of the invention of the patent in

" - rguit; beeause it is an attempt, without statutory warrant,
- to continie the patent monopoly in this particular.-char-

" acter of film after-it has expired, and-because to -enforce

* it would be to ereate a-monopoly in' the manufacture-and
uge of moving picture films, wholly outside of thé patent
in‘suit and of the patent lew as we' ha.ve 1nterpreted 1t ”

. d., at'518;

By this reasoning, the Court focused on the conduct of . the
pa.tentee not that, of the a]leged mfrlnger It n,oted‘ t_het ag

' "See F, Vaughan, Econom!ce of Our Patent System 253-254 (1925)

: ( collecting cases). -

2.In addition: to - this judicial: reactlon there wag legrslatlve reactmn ag

_'ivell In 1914, partly in response to.the decision in Henry v, A, B. Dick

Co., 224 '8, 1 {1912}, Congress enncted § 3 of the Clayton Act, .38 Stat
731 15 U. 8 C §14. See [International Business Machines Corp. ‘v,
Umted States, 208 U. B. 131, 137-138 (1936).,

a result of lower court decisions, conditional: licensing < are
rangements had greatly increased, indeed, to the point where
they" threatened' to become' “pérfect instrumenitis]:-of favor-
itism and oppression.” - Id at 515. The Court warned that
approvel of the’ hcensmg scheme under con51deratlon would
enable the patentee to “ruin anyone unfortunate enotigh to be
dependent upon its’ confessedly 1mp0rtant improvements for
the' doing of business,” Ibzd This' ruhng was dlrectly in
conflict with Henry v. A.'B. Dick Co., supra, and the C’ourt
expressly observed’ that that decision “must be regarded a.s
overruled.” 243 U.'S,, at 518,

The broad ramrﬁeatrons of .the Motum Picture case anpar-.
ently were not 1mmedrate]y comprehended and in a series of
decisions over the next three decades litiganits testnd its hnuts
In Clarbice’ Corp v. Amencrm Patents C‘o, 283 U. 8. 27
(1931), the ‘Court, ‘denied rehef to a patentee whi, through
its sole leensee, authon?ed use o 'a patented des1gn for 4 rex
frrgere,tlon package only {0 purehasers from the hcensee
of solid" carbon - dioxide (“dry ice™), a e 1gerant that the
licensee manufactured,”  The refrigerant’
and wrdely used staple artlcle ‘of commeree end’the pe,te 1t
in question olalmed neither & mechme for makmg it nor a
process for usmg it. Id., at 29. The Court lield thai the
patent’ holder “and  its llcensee were a.ttemptmg to exelude
competrtors in the refngerant bus1ne‘~s from a port:on of the
market, end that this eonduct constrtuted patent m:suse It
reasoned

_ “Control over the supply of: such unpa.tented meterral

- i3 beyond: the scope. of the.patentee’s. monopoly, and

1thls hmlta,tlon ‘inherent. dn the:patent grant; ig' not:de-

“.-. pendent. upon the peculiar {unetion :or. character of the

unpatented material or on the: way in which-it is used,

«7 - Relief 15 -denied: -because-the [licensee]- s : a,ttemptin'g,

T without sanction ‘of law, to employ the paterit'to secure

PR Tiniited monopoly of unpetented “Tigterial used m ap—
plying. the invention.”, Id., at 33-34, :

The Court also re;eeted the patentees reliance on- the Leeds
& Catlm dee1s1on It found “no Suggestlon” in‘that case thet
the owner .of the dlee-stylus combination patent had at-
tempted to derzve profits:from. the sale of unpetented supphee
as opposed to a' patented ‘invention, ~Id., at 34."

' Other deeisions of a similay’ ithport- followed: Leatch Mfg
Co. v.. Barber Co., 302 U, S 458 (1938), found patent misuse
in an attempt to ‘exploit & prodess petent for the curmg of
cement through the sale of bltummous emuls:on .&n-unpat-
ented staple article of commeree -used in-the process. The
Court eschewed an attempt ‘tolimiit the rule of Carbice and
M olion Picture to cases mvolvmg explicit agreements extend:
ing the patent morropoly, a.nd it stated the broad proposmon
that “every use of a patent as a meatis of obtammg a limited

monopoly of unpatented material is prohibited.” - Id:, at 463.

Morton Salt Co. v. G. 8. Suppiger Co.; 314 T 8, 488, 49M94'
(1942), which mvolved an’ attemipt to control the market for.

salt tablets used in a patentvd dispenser, exphe]tly linked’ the

doctrine of patent misuse to the “unclean hands” doctrine
traditionaliy applied by: courts of equity. Iis ecompanion

‘case, B, B. Chemical Co. v. Ellis, 31417 'S. 495 405-408,

(1942). held that patent misuse barred relief éven where
mfrlngement had been actively mdueed and that preetlca,l_

113n a subsequent decision rendered during the same Term, the Court
held ‘that-the patent itself was invalid: beewuse the. élaimed package had
biéen  anticipated by prior.art,© Carbice Corp. W Amencan Patents C’o,
283 U. 8. 420 (1931). ; .




difficulties in marketmg a patented invention could not gustlfy
patent misuse.!

- Although none of these decisions’ purported to cut back on
the doctrine of contnbutory infringement. itself, they were
generally. pereeived as. having that effect, and how far the
developing . doctrine of patent misuse might extend was.a
topic. of some specnlatwn among members. of the patent bar.
"Phe Court’s. decisions had not yet addressed the status of
contr1butory ‘infringement or ‘patent misuse with respect to

nonstaple goods, and some courts and commentators gppar-
ently took the view that control of nonstaple items capable
only of infringing use might not bar patent protection against
contributory infringement.” This view soon received a seri-
ous, if not fatal, blow from the Court’s eontroversnal dec151on3
in Mercmd Corp. v. Mid-Continent Investment Co., 320 U. 8.
661 (1944) (Mercoid I), and Mercoid Corp.. v. aneapohs—
Honeywell Regulator ‘Co., 320 U, 8. 680 (1944) (M ercoid ITY.
In these cases, the Court deﬁmtely held that any attempt to
control the, market for unpatented goods would  constitute
patent mlsuse even 1f these goods had no use outside a pat-
ented -invention. Because these cases served as the’ ‘point of
departure for congressmnal leglslatmn, they mer;t more than
passing citation,

" Both cases 1nvolved & smgle patent that elalmed a com-
' bination of glements for a' furnace heating system Mid-
Contment was the owner of the patent, and Honeywell was
its licensee. Although neither company made or installed
the furnace system, Honeywell manufactured and sold stoker
switches especially made for and ‘essential to the system’s op-
eration.” The right to build and use the systetn was granted
to purchasers of the stoker switches, and royalties dwed the
patentee were calculated on the number of stol{er SW1tches

i 12 Thig “case arguablv mwlved an’ apphcatlon ‘of ‘the misuse doctrine
fo-an attempt to control a monstaple: material. It arose fram = suit for
infringement of a process patent ¢laiming a method for reinforcing insoles
used in shoes. The patentee marketed its patented process in cosnection
with sale of canvas duck that had been précoated with adhesive for use
in the patented process, It claimed. that suppliers, of a rival adhesive-
coated duck fahric, - suitable. for use.in the patented method, had both
vontributed to and 1nduced mfrmgement of the patent. The Court of
Appeals found patent misuse. It rejected; inter alia, the patentee’s con-
‘téntion that Carbrce‘Carp v. American Patents Co 283 U. 8. 27-{1931),
and Leitch Mfg. Co: V. Barber Co, 302:U. 8. 458 (1938), were inappli-
cable becduse the adheewe-coated duck was a nonstaple article. B. B.
Chemical Co. v. Ellis, 117 F, 24 829, 834-835 (CA1 1941), The giestion
whether the alleﬂedl\ nonstaple neture of the item affected the applica-
bility of the Carbice and Leitch =tandards was presented to this Court on
certiorarl, - See- Pet. Tor Cert: in B. B. Chemical Co. v. Ellis, 0. T: 1941,
:No. 75, p. 10, In the petitioner’s brief -on the merits, however, the non-
staple character of.the item was not pressed; as a ground for: legal dis-
tinetion, and respondents argued that the material was not a nonstaple.
See Brief for Fetitioners, O, T, 1941, Nu 75, p. 20; Brief for Respond-
ents, O.-T. 1941, No. 75 Pp. 11--13. Thé- Court did not ‘mention thls
quesmon m its brief opuuon ‘In ‘contrast to the diszent, post, at 5-7; we
decling in“the absence ol any. arliculited: réasoning. to speeulate whether
the Court accepted the tespondents’ view that only a staple commodity
was involved, adopted some other. position, or,. ax the failure to -discuss
Leeds & Cutlin v, Victar Taltmq Maching Co 213 U 8. 325 (1009)
might éuggest, nmp]\ chuse not to address o matter that had uot bieen
fully presented. ” We also disagre with the dissent’s attempt, post, at 7,
n. 3,-to. equate -the unconditional ¥eenses Lelatedly proposed By ‘the pit-
entes 'in: B. B: Chemival with the Licensing scheme practiced in Mercoid
Carp., v, Mid-Continent Investment Co., 320: 1. 8. 661 (1944), and. Mer-
coid Coap V. ?iflnneapoha-Honerell Regulator Co., 320 U. S 680 (1944)
See pp. 17-19, infra.

18 8ee, €. g. J. C. Ferguson Mfg. Works v. American Lecithin Co., 94
F. 2d 729, 731 {CA1), cert. denied, 304 U. 8. 573 (1938); Johnson Co.
v, Philad Co., 96 F. 2d 442, 446447 (CAD 1038); but see Philad Co. v.
Lechler Labomtorees, Ine.. 107 F. 2d 747, 748 (CAZ 1939). See also Dia-
mond, The- Status. of Combination Patents: :Owned by Sellers-of an Ele-
_ment -of..the -Combination,. 21 -J. Pat. Off. Soc. 843, 840-850 (1939);
Thomas, . The Law of Contributery Infringement, 21 J Pat. Oﬂ' Soc.: 811
835, 842 (1939). . : o

sold. Mercoid manufactured. and marketed a competing
stoker switch that was designed. to be used only.in the pat
ented combination.. Mercoid had been offered a sublicense
by the licensee but- had refused to take one. Tt was sued for
contributory _infringement by both the. patentee and the
licensee, and it raised patent misuse as a defense. .. -

In Mercoid I the Court barred the patentee from obtamlng
relief because it deemed the licensing arrangement with
Honeywell to be an unlawful attempt to extend the patent
monopoly. The opinion. for the Court painted with a very
broad brush. Prior patent misuse decisions had involved
attempts “to. secure. a partial monopoly in supplies con-
sumed .. . or unpatented materials emponed” in eonnection
with. the pract:ce of the invention. None, however, had in-
volved an 1ntegra1 component necessary to the functioning
of the patented system. 320 U. 8., at 665. The Court. re-
fused, however, to infer ‘any “difference in principle” from
this. distinction in fact. Ibid. Tnstead, it stated an expan-
sive rule that apparently admitted no exception:

. “The necessities .or convenience of .the patentee do not
... justify any use of the monopoly of the patent to creste
- another monopoly.. The fact that the patentee has the
. power to refuse a license does not: enahle him to enlarge
the monopoly of the patent by the expedient of -attach-
. ing-conditions to its use. The method by which the
- monopoly is-sought. to- be extended is immaterial.
“When the patentee ties something else to his lnventlon,
he acts only by virtue of his right as the owner of prop-
- erty-to make contracts eoncerning it and not otherwise.
He then is subject to all the limitations upon that right
which the general law imposes upon such  contracts. The
contract is not. saved by anything:in the patent. laws
because it relates to the.invention. If it were, the mere
. act, of the:patentee.could-make the. distinetive claim of
the- patent. attach- to.something which.: -does not - possess
* the quality of invention. - Then the patent would be di-
verted from its statutory.purpose and become a ready in-
strument for. economic- control in domains where the
* anti-trust aets or other:laws not the patent statutes de-
fine the public policy.” ° Id., at 666.

The Court recognized’ that its ressoning directly conﬂxcted
with Leeds & Catlin Co.v. Victor Talking Machine Co., supra,
and It registered: dlsapprova,l if not ‘outright rejection, of that
“ease, 320 U.-S.,'at*668. It also recognized that. "[t]he:re-

- gulf of this decision; together with those which have preceded

it; is to limit substantially the doctrine of contributory. in-

‘fringement.” ' [Id., at 669, The Court commented, rather
cryptically, that it would not “stop to eonsider” what “r
siduum” of the contrlbutory mfrmgement doetrine’ “may be

Aeft.” Thid,

Mercoid I1 did not add much to the breathtakmg sweep of
itg’ companion decision. :-The Court did reinforece, however,
the conclusion that its ruling made no exception for elements
essential to-the inventive character of a ‘patented:combina-
tion. “However worthy-it may be, however essential to the
patent, an unpatented part.of a combination patent is not
more entitled to monopolistic protection than any other un-
. patented device.” 320 U. 8, af 684,

" What emerges from this review of judicial’ development is'a
fairly comphcated pmture in ‘which the rights and obligations
of patentees as against contributory infringers have varied
over time. . We need not decide how respondent would have
fared agamst a charge of patent misuse at any particular
point ‘prior to the enactment’of:35-U.-8. C. §:271, Neverthe-
lees, certain inferences that ‘are pertinent to’the present 1n-
qu:ry may be drawn from these h1storma1 developments

First, we agree with the Court of ‘Appesals that the concepts
of contributory infringement and patent misuse “rest on anti-
thetical underpinnings.” 599 F. 2d, at 697.. ‘The traditional
remedy. against contributory infringement is the injunction.
And an inevitable coneomitant.of the right to enjoin another
from contributory - infringement is the eapacity to suppress
competition in an unpatented article of commieree. - See; e. g,
Thomson-Houston Electric Co; v. Kélsey Electric . Specialty
Co., 72 F, 1016, 1018-1019 (CC Conn, 1896). Proponents of
contributory infringement defend this result on the grounds
that it is necessary for the protection of the patent right, and
that the market for the unpatented article flows from the pat-
entee’s invention, They also observe that in mary instances
the article is “unpatented” only hecause of the technical rules
of patent clannmg, which requlre the placement of an inven-
tion in its context Yet suppression of competition in unpat-
ented goods is precisely ‘what the opponents of patent misuse
decry.* If both the patent misuse and contributory in-
fringement doctrines are to coexist, then, each must have
some separate sphere of operatlon w1th wh1ch the other does
not interfere,

Second, we find that the ma;onty of cases in which the
patent misuse doctrine was developed 1nvolved undomg the
damage thought to have been done by A."B. IMck. 'The de-
sire to extend patent proteetion to control of staple artlcles
of commerce died slow ly, and the ghost of the’ expansive ot
tributory infringement era contihued fo haunt the courts,
As a result, among the historical precedents in’ this Court,
only the Leeds & Catlin and Mercoid cases bear significant
factual similarity to the present controversy.'”Th'ose'cases
involved questions of control c¢ver unpatented articles that
were essential to the patented inventions, and that were un-
suited for any commercial nomnfrlnglng use. Tn this case,
we face similar questlons in conhection with a chemieal, pro-
panil, the herblcldal properties of which are essentlal to the
advance on prior art disclosed by respondent’s patented proé-
ess. Like the record disc in Leeds & Catlin or the stoker
switch in the Mercoid cases, and unlike the dry ice in Carbice
or the bitumingus emulsion in Leitch, ‘propanil is & nonstaple
commodity which has no use except’ through practrce of the pat-
ented method. Accordingly, had the present case arisen prior
to Mercoid, we believe it fair to say that it would have fallen
close to the wavering line between legitimate protection
against eontnbutory 1nfr1ngement and ﬂlegltunate patent
m1anee '

111 o _

The Mercoid decisions left in their wake some.consterna-
tion among patent lawyers ** and a degree of confusion in the
lower courts. Although some courts treated the Mercoid
pronouncements ag limited in effect to. the specxﬁc kind of
licensing arrangement at issue in thoce cases, others took a
much more expansive view. of the deolsmn Among the

Y Even in the claccm rontnbuforv mfrmgc-ment c'flee of Wa![ace v,
Holmes, 20 ¥ Casz. 74 (No. 17,100) (CC Conn. 1871), the pltentees
‘sffort to' control the market for the Hovel burner that ernbodied his in-
vention - irguably constituied patent misuse. - If the: patentee” were ‘fier-
itted to. prevent competirors from. making and selling -that element, the
argument would run, he would have the power to ereet a monopoly:over
the production and sale of the burner, an unpatented element, even though
his patenit right tas' limited to control over -use o]' the burner i the
elaimed combination.

15 Bee, e. g, Mathews, Contributory Infnngernenf and the Mereoid Case,
27 I. Pat Off. Soc. 260 (1945); Wiles, Joint Trespasses on Patent. Prop-
erty; 30. A. B. A..J. 454 (1944); Wood, The Tiungle of Mercoid Case
Imiplications, 13 -Geo. Wash. L. Rev 61 (1944), Comment 42 Mnh L.

‘Rev, 915 (1044).

¢ Compare, e..g.,. Harris -v. Natwnal Machme Warks Inc 171 F 2d
85, 8000 (CAIC .1948), cert, denied, 336 U, S, 905 (1949); Florence-
Mayo Nuway Co. v. Hardy, 168 T. 2d: 778; 785 (CA4 1948); Aeration

latter group, some courts-held that even-tlie-filing of an-action

for contributory -infringement, by threatening to deter. com-
petition “ir unpatented materials, could supply evidence of
patent misuse. See, & g¢., Stroco Products, Ine. v.' Mullen-
bdch, 67 USPQ 168, 170 (SD Cal. 1944).  This ‘state  of
affairs made it difficult for’ patent lawyers to- advise their
clients on -questions- of contributory infringement and to ren-
der secure opinions on the validity of proposed licensing ‘ar:
rangements. Certain segments of the patent bar eventually
decided to ask Congress for corrective legislation that would
restore some scope to. the contributory” infringement doctnne
With great perseverence they -advanced their proposal in
three successive Congresses before it eventually was enacted
in 1932 as35U S C §271 : :

The eritical inquiry in this ease is how the enactment of
§ 271 affected the doctrines of contributory mfrmgement and
patent misuse. . Viewed against the-backdrop of judicial pre-
eedent, we believe that the language and structure of the stat-
ute lend significan$ support to Rohm & Haas' contention that,
because § 271 (d). immunizes its eonduct from the charge of
patent misuse, it' should not be barred from seeking relief.
The -approach ‘that Congress took toward the-codification of
contributory infringement and: patent misusé reveals & com-
promise between those. two doctrines and their competing
policies that permits patentees to exercise control over.non-
-staple articles used: in.their inventions .

Seetion 271 {c) -identifies the basic. dmdmg hne between
.contributory . infringement.-and_patent misuse. It adopts_,a
restrictive definition:.of eontributory. infringement that dis-
tinguishes between staple and nonstaple articles of comnerce.
It also defines.the class of nonstaple items narrowly. In

-essence, this-provision places materials: like the dry. ice of the
~Carbice. case outside .the scope of the eontributory infringe-

ment doetrine. . As a result, it is no-longer necessary to tesort
to the doctrine of patent misuse in order to deny patentees
control over staple goods used in their inventions.:

. The limitations on contributory infringement. wriften 1nto
§ 271-(e) are counterbalanced by limitations on patent misuse
in §271(d). Three species ‘of conduect by patentees are ex-
presely excluded from-characterization as misuse;.. First, the
patentee may * deriv[e] revenue” from acts that “would coh-
stitute contributory infringemient” if “performed by another
without his eonsent.” - This provision clearly. signifies that &
patentee may make and sell nonstaple goods used-in connec-

-tioh with his. invention. ~.Second, the patentee may “licens[e]

or authorizlel another to perform acts” which without. such
authorization - would constitute contributory. infringement.
‘Thig provision’s use in the disjunetive of the term “author-
iz[e]” suggests that more:than explicit licenging agreements
is contemplated. Finally, the patentee may “enforee his pat-
ent rights against . i, eontributory infringement.”” This pro-

-vision plainly-means that the patentee may bring suit without

fear that his doing so will be regarded ‘as an unlawful attempt
to suppress ¢ompetition. | The statute explicitly states that

Processes, Ing. v. Walter Kidde & Co., 77 F. Supp.-847, 664 (WDNY
1948); Detroit Lubricator Co, v. Toussaint, 57 F. Supp. 837, .838 (ND
I 1944); and Hall v. Montgamery Ward & Co., 57 F. Supp. 430, 437-
438 (ND W. Va. 1944), with Galiori Metallic Vault Co. v. Eduard G.
Budd Mifg. Co, 169 F. 2d 72, 7576 (CA3Y, cert denled 335 U.'S. 859

{1948); Chicago Preumatic Tool Co.'v: Hughes Tool Co, 61 F. Supp.
(77,769 (Del. 1945), aff'd, 156 F. 2d 981- (CA3}," cert. demed 329 U. 8.

781 .(1946); Landis Machinery Co. v. Chaso Tool Co.. 141 F. 2d 800,
801 (CAB), cert, deniied, 323 U8 720 {1944} Master Metnl Strip Serv-

" ice, Imc. v. Protex Weatherstrtp Mfg. Co, 75 USPQ 32, 34-35 (ND II.

1947); and Straco Products Inc V. Mw‘lenbnck., 67 USPQ 168 170 (SD

-€al. 1944},
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a patentee may do. “one or more” of these permitted acts, and
ity does not state that he must do any. of them.... ..
.- In our view, the pr0v1smns of §a71 (d), eﬁ'ectwely confer
upon the patentee, asa lawful adJunct of his. patent rights,
a limited power fo exclude. others from : competition in non:
sta.ple goods A patentee may. seIl A nonstaple artlcle himself
while enjoining others from marketmg that same good. with-
out hlS authorrzatlon By doing s0, he is _able to ehmlnate
competltors and thereby to eontrol the market for that prod-
uct. Moreover his power. to demand . royaltres from _others
for the privilege. of selling the nonstaple item itself Jmphes that
the patentee .may eontrol the market for the nonstaple good;
otherwme, his: “r1ght” to se]l licenses. for the marketing of the
nonstaple good would be rneanmgless since no one would be
willing to pay him. for a superfluous. authorlzatlon See
Note, 70 Yale. L. J. 649, 659 (1961).
: Rohm & Haag’ conduct 1s not d1=31m11ar 1n either nati re or
effect, from the .conduet that-is thus clearly embraged within
§271.(d). It sells prOpanll it-authorizes others to, use pro-
panil; and it sues contrrbutory mfrmgers These are all pro-
teeted . activities. Rohm & Haas does. not. license others to
‘gell - propa,m] but nothmg on the, face «of the.statute requ1res
it'to de:so. . To be sure, the sum: eﬁ'ect of Rohm & Haas’
actions ig. to suppress competlt!on in -the marlet for-an. un-
patented commodlty ‘But as we have observed, in this its
conduct is no-different from - that wlneh the statute expressly
protects. : ‘
The one aspect of Rohm & Haas behavror that is not ex-
preesly ‘covered by §271(d) is its'linkage of fwo protected
-ract1v1t1ee—sa1e of prepanil. and-authorization to practice the
’patented ‘process—together - in a- single transaction. = Peti-
tioners vigorously, argue that this linkage, ‘which they charac-
-terize pejoratively as “tying,” supplies the otherwise missing
“glement- of misuse. They fail, however, to-identify any way
in-which this “tying”-of two . expressly protected- activities
‘results in’ any extension’ of control ovér unpatented materlals
‘beyond “what §:271(d) alreedy allows. :Neverthéless, the
langusage of- §271 (dj does not. explicitly resolve the questmn
when linkage of -this variety becomes patexit- misuse. " In
order to’judge whether this method of exploiting the ‘patent
lies “within "or “without’ the protection’ aﬂorded by §271 (d)
we must turn to the Ieglelatwe hlstory o .

" 'Petitiohers argue that’'the legislative miaterials indicate at
riost u ‘rhodest: purpose for § 271 . Relying: mainly on the
committée reports that accompanied’the “Act: to' Revise and
Codify the Patent Laws” - (1052 Act); 66-Stat. 792, of which
-§ 271 was-a part, petltloners assert  that'the principal purpose
of Congréss was to ¢ ‘clarify” the law of contributoryinfringe-
meiit a5 it ‘had been’developed: by ‘the courts; rather then to
effect any ‘significant-substantive -change. They note-that
the 1052 Act undertook the major-task of codifying . all" the
-patent laws:in a single title, and they argue-that:substantive
:changes from recodifications are .nét l'ghtly:-to be:inferred.
*See United-States v. Ryder, 110 T 8.°729, 739-740 (1884).
They further argue that, whatever the impact of §271 in
other respects, there is-not the kind of “clear and certain-sig-
‘nal from Congress” that should be required for an extension
" 6f patent privileges. ' See Deep south Packing’ Co. v Lmtmm
- Corp,, 406' U. 8. 518, 531 (19 72): We disagrée with peti-
- tioners’; aseeesment In our. view, the relevant legislative
materials dbundantly demonstrate-an intent both to change
the law-and - to* expand: sighificantly the ability of patentees
to _protect’ their rlghts ‘against eontrlbutory 1nfrmgement
"The 1952 Act was approved with v1rtua11y no floor debate
Only one exchange is.rélevant to the present inquiry. In
response to a question whether the Act would effect any sub-

stantive changes, Senator MeCarran,: a-spokesman for. the
legislation, commented that the Act “codifies the patent

laws.”. 98 Cong. Rec. 9323 (1952). THe .also submitted a .

statement which explained that although the general purpose
of the Act was to clarify existing law, it.also included several
changes tgken “[iln view of decisions.of the Supreme: Court
and others” Ibid. Perhaps because of the magnitude of the
recodification effort, the committee reports accompanying the
1952 Act also gave relatrvely eursory attention . to its fea:
tures Neverthelees they did identify §271 as one of. the

“madjor changes or 1nnovat1ons in the title.” H. R. Rep. No.
1923, 82d Cong.. 2d Sess 5 (1952).7 In explammg the
provisions ‘of § 271, the reports stated that they were Intended
“tg codify. in statutory. form the prineiples of contnbutory
infringement and- at the same time [to] eliminate.. . . doubt
and confusron that had resulted from “decisions of the courts
in recent years Id., at 9. The reports also commented
that §§ 271 (b); (e}, and (d) “have as their mam purpose
clarification and stabilization.” 1bid. -

These materials- sufficiently demonstrate that the 1952 Act
did include 81g111ﬁcant substaniwe changes, ‘and that § o7t
was one. of them,

‘The prmclpal sources for echﬁcatlon concerning the mean—
ing and ‘scope of 8271, liowever, are the extensive hearings
that' were held on the legislative proposals that:led up to the
final enactment, In three gets of hearings over the course of
four years, proponents and’ opponents of the legislation de-
bated its impact and relatronsh1p with pl‘]OI‘ law. Draftsmen
of the Ieglslatlon contended for a restriction on_ the doctrine
of patent. misuse that would enable patentecs to protect
themselves against. contrlbutory infringers. Others, . includ-
ing repreSentatlves of the Department of Justice, VJgorously
opposed. such .4 reetrictlon

A]though the final version of the etatute reﬂecte eome
minor changes from earlier drafts, the essence of the legls]a-
tion. remained constant.. . References were, made in the iater
hearmge to teetrmony in ‘the earher ones.”® Accor dingly, we
regard each set of hear]nge as relevant to a full understand—
ing of the final legislative, product Ct., e g.. Schwegmann
Bros, v. Calvert Dtstzllers Corp., 341 U, S 1384, 390 (1951);
T.W. A . v. CAB, . 336 U 8. 601, 605-606, n. 6.(1949). To-
gether they. strongly reinforee. the conclusion that §.271 (d)
was designed to_immunize from the charge of patent misuse
behavior SImllar to that in whlch the respondent has engaged

1. The 1948 Hearings. The first bill underly]ng § 271 was
H.R. 5088, proposed to the 80th Congress. During the hear-
ings on' this bill its origin and purpose were carefully. ex-

-plamed The New York Patent Law Assoclatron which had

supervised draftmg of the lngslatlon submltted a prepared
memorandum that candidly declared that the purpose of the
proposal was to reverse the trend of Supreme Court dec’sions
that 1nd1rectly had cut back on ‘the contrlbutory mfrmgement
doctrine. Hearings on I R. 5988, etc., before the Subcom-
mitiee on Patents, Trade-Marks; and Copynghts of the House
Committee on. the Judiciary, '80th Cong,, 2d Sess., 4 (1948)
(1948 Hearings). 'The memorandum explained the rationale
behind eontributory infringement, and it gave as one example
of its proper appheatlon the pl‘OtthlOIl of a patent for use of

‘& chemical:

" “[0Jne who supplies a hltherto unused chemical to the
publie for use in a new method is stealing the benefit of

11 The House and Seénate Committee Reperts.in their significant parts
were: identical. See-8:. Rep: ' No.. 1979, 82d Core.. .2d Sesr  (1052)7 “We
confine the citations in the text, therefore, to the House Report.

12 3ee, e..0., Hearmcrb on H. R. 3760 hefore Subcomimittee No:'3 of the
House- Committee on-the Judiciiry, 82d-Cong, Ist Sess, 150—251 (1951)
(1951 Hearings) (Testimony of Giles Rich). :

the . discovery of  the .property of this chemical which

made the new method pessible. To ehjoin him . from

_ “digtributing the chemical for use in the new method: does

" not prevent him from doing anything which he could do

- before the new property of. the ehemlcal had been dis-
_‘covered.” Ibid. . o

It eriticized  several decisions; mc]udmg Leztch and Carbzce
as well as the two Mercoids, on the ground that together
‘they had effectively excluded sudh ¢ ‘ew-use inventions™ from
the protections of the patentlaw. Id., at 4-5. It went on
to explain that the proposed: legislation was designed to
countéract this- effect by prov1d1ng that “the mere use or
enforcement of the right’ to be protected agamst contmbutory
infringement . . . shall not be regarded as misusé-of the pat-
ent” Id., at 6. This approach, the memorandurm ' stated,
“does away with the ground on which the Supreme Court has
destroyed the. dactritie.of contributory.infringement” and.“is

essential to. make the rights against eontnbutory 1nfr1nﬂ'ers
which are revived by the etatute practlcelly useful and en-

_ f orceable,” : I'bid.

.. Testimeny - by proponents of the bill deve10ped the same
theme ‘Giles Rich, then a prominent patent lawyer, was one
of the. .dra_ft_emen He highlighted . the tension between the
judicial :dogtrines; of contributory. infringement and patent
misuse: - He ‘stated that early patent misuse decisions “seem
to us now to have been just,” but that “this doetrine has beéen
carried too far—so far thateit . .. hag practicilly eliminated
from the law the.doctrine.of contributory infringement as a
useful legal’ doetrine™ Id: at-9: 'Teo illustrate:this point,
he ‘contrasted the.Carbice and Mercoid cases; and noted that
the latter had* mvolved ar’itém without any noninfribging

Beeause it 1ncorporated a staple-rionstaple " distinction
in the definition of eontributoryinfrihgément, My, Rich
argued that the bill'would “correct [the] situation™ left by
Mercoid “without gnmg sanction to praetlces :such ag-those
in the.Carbice ‘case.” - 1948 Hearings, at 11.

.Rich’s testimony was followed by that of- Robert w. Byerly,
another draftsman. He stressed the confusion in which.the
Mercoid decisions had Ieft the Jower. courts, -and-the need for
Congress to define the scope of protectlon against contribu-
tory infringement by dra.wmg a clear line hetween deliberate
taking of anether’s 1nvent1on and legitimate trade 'in staple

‘ _artchee of commerce, Id at 13-16. Byerly discussed the

practical drfﬁcultres some patentees would’ encounter if suits
againsy direct mfrlngers were their only option to proteet
against infringement. 7Id., at 13-14. He arguéd that the
breadth of the Court’s misuse decision in Mercoid I ¢otld be
dlscerned from the fact that it “overruled” Leeds & Catlin.
1948 Hearmg at 14. He exp!a:ned the section of the bill
restricting ‘the scope of patent misuse as intended to give the
patentee recourse to e_rther or both of two options: “A man
can either say. ‘you'cannot sell the part of my’invention to
somebody ‘else to complete-it,” or he can say, ‘yes, you can sell
the part of my invention to help others eomplete 1t provrded
you pay me a'royalty.”” Id. at'l6: :

"The ‘bill: attra¢ted opponents- as well, some of whom de—
fendsd the result of the Mercoid decisions™  In-addition,
Roy ‘C. Hdckley, Jr;, ‘Chief of the Patent Section;“-Depart-
ment- of Justice; made-an appearance on behalf of ‘the De-
partment. - He ‘took-the position that statutory clarification

‘of the scepeof coutributory- infringement was desirable, but

he warned Congress agamst using Ianguage that mlght per-

19 8ee, ¢, g !he teehmom of I E. McCabe, Chief Englneer of Mereord
Corp Hearings on H. R. 5988, etc. before the Subcornmlttee on Patents,
Trade-Marks, and Copy rrghte of the Houae Committee on_the Judiciary,
80th Cong, 2d Sess,, 55—59 {1948). " McCabe aleo test:ﬁed ab length m‘
the 1949 and 1851 Hearmgs

mit illegal extension of the patent monopoly.” Id,:-at 69.
On this.ground hée opposed the portion of; the proposed” bill
that included: language eubsta,ntrally 31m11ar fo what is now
§271 (d). Ibid. :
‘2. The 1949 Heormgs - The 1948 bill did not come to B
vote, but, the patent bar résubmitted 1ts proposal in 1949,
Agaln there were. falrly extensive hearmgs, with' debate and
again Rlch led the list: of fa.vorable witnesses. He renewed
hls attempt to explaln the legrslatlon in terms of past, de01~
sions of this Court.”. The result in the Carbice case, he argued
Was proper. beeause the patentee had tried to 1nterfere w1th
the market in an old and widely used product On. the other
hand, be cited the Mercoid cases as examples of a situation
where “Itlhere is ho practlcal way .to enforce that patent,
except through a suit for eontr1butory infringement egamet
the party who makes the thmg which is essentially the in-
ventlve sub;ect matter land] whmh when put mto . use,
creates 1nfr1ngement e Hearlngs on H. R. 3866 before Sub-
committee No. 4 of the House Committee on the Judlclary,
81st-Cong!; 1st Sess:, 11 (1950): (1949 Hearings). B
To restore the doctrine of contributory mfrmgement where
it 'was most needed, Rich argued, it was essential to: restnct_
pro tanto the ]udlcml]y created. doetrme of patent mlsuse <
- “T would like to reeail that we are. dealing with a prob-
.. lem which involves a conflict between two doctrmes, [797:08
 tributory infringement. and misuse. .
.-~ YTt is crystal clear, when. you have thoroughly studled-
"thls subject, that the only way you can make contribu-
* tory infringement operative again as a doétrine, -is to
‘make some exceptions fo7the. misuse doctrine :and- say
-that certain acts shall not be misuse.: Then contributory
. infringement, -which is there all the time, beeomes operef-
- ‘tive again.-

“Contnbutory mfrrngement has been destroyed by the
misuse :doctrine; and to-revive it you do not have to do
anything with contributory. infringement itself. You go

“back alovig -the” same road until ‘you get to-the point
where you have contrlbutory mfrmgement workmg for
you again,” .Id,, at 13-14.

'Rlch warned againist' going too. fa,r He took the pos.i'tion th'a‘t

a-law designed to reinstate the broad contributory. infringe:
ment reasoning-of Henry v. A.-B..Dick Co., supra, “would kill
itself in time’” 1949 Hearings, at 17. The proposed legisla-
tion, however, “stopped short of that?” and “said that you can
control only things like the. sw_rtchee in the: Mereoid. case,
which are especially made. or adapted for use in connection
w1th such patent and whlch are not sultable for actual com-
mercial, noninfringing use.”. | Ihid, | .

. In.the 1949 Hearings, the Department of Juet:ce pressed
more vigorous opposition to the -contributory. infringement
proposal than. it had in. 1948 Represented by John C. Sted-

“man, Chief, IengIathﬂ and, Clearance Section; Antitrust Di-

vision, the Department argued that legislation  was unneces-
sary beeause the Mercoid decisions were correct, because. they
had not produced:as much confusion as the propenents of the
new legislation rlalmed and : because. the législation would
produce new interpretive problems.. 1949 Hearings, at 50-56.
Stedman defended the result of the Mercoid decigions on the
ground  that marketing techniques:empioyed in those cases
were indistinguishable. in effect from tying schemes prev10u'=1y
considered by . the Court. He. took the view that the staple-
-nonstaple distinetion should be 1rre]evant for purposes.of. pat-
ent misuse..  “If the owner of the patent is using his. patent
in a way to prevent the sale of unpatented. elements, then

“the misuse doctrine would apply” -Id.. at 54. Stedman

added that the effect of the legislation would’ be to revwe the
Leeds & Cotlm declsmn a resuIt the Department of Justlce
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opposed. 1949 Héarings, at 59. - Later in-the hearings, he:
offered several methods of exploiting patent rights:that arga-
ably would eliminate the' need for the contr1butory 1nfrmge-
ment doctrine, and he stated that a suit for- contrlbutory
1nfrmgement could’ mvolve patent misuse, éven if there were
no “conditional hcensmg of patent rlghts "Tds et 76—77
“TAfter Stedman s opemng test;monv, Rleh wias recalled for
further’ guestioning, + Rich agreed’ with Stedman's assessment
of the’ effect that the legislation would have; biit argued ‘that
the Justme Department s'arguments 1gnored the bill's limita-
tion of' contributory mfnngement to nonstaple artlcl "‘.,"To
dlarify the: effect of the statute, Rich- declared C

f_“[I]t is absolutely necessary, t_o get anywhere in the
. direction we, dre trylng to’ £o, to make soime: ‘exception
4o the misuse “doétrine bééau e it is the conflict, between
" ‘the doctrme of contrlbutory nfrmgement and the doc~

trme of m1suse that ralses the problem I d at 67 ’

Ho added ‘ WO Lo .
“The exceptlon Whmh we w1sh to make to the misuse

“doctrine would: reverse.the regult in the Mercoid case; it
w.ould_not reverse the result:in.the’ Carbice case.” ~Ibid.

In résporise to’ questioning, Rich “agreed that the bill would
preserve both :the. contnbutory infringement and misuse doc-
trines as they had existed in-this ‘Court’s cases prior to the
Mercoid decisions. 1949 Hearmgs ‘at '68. He asserted that
the’ method: by’ which ‘the patentee’s invention was exploited
in. Mercoid-was necessary given-the- nature of the businesses
involved: ~ 1949 Hearmgs -at-69. + When asked ‘whether the
proposed - leglslatlon wwould- allow that kind of licensing ac-
tivity, Rich responded. with an-ungualified “Yes” [bid,

+ 3. The 1951 Hearings. By the ‘time the proposal: for a
statutory law of contributory infringement and patent misuse
was présented “to ‘the -82d :Congress; ‘the battle lines of the
earlier hearings: ‘had: sohdrﬁeu substantially; and - the  repre-
-sentatives of -the patent bar.onee again found themselves
faced w1th the formldable opposxtmn of the Department of
Justice.’ ;
In lus opening remarks before the 1951 Hearmgs Rlch re-
minded’ the:eongréssional commiittee that; as-a, practical mat:
ter;-it- was necessary to.deal with the -eontributory-infringe-
ment and the misuse doetrines as a unit*“if-we are to tackle
the'problem at all”’ Patent Law Codificstion and Revision:
Hearings :on H: R. 3760 before:Subcommittee No: 3-of the
Hoise’ Commlttee on the Jud1clary, 82d (‘ong 1stiSess:, 152
(1951) (1951 Hearmgs) He-urgedion the coinmittee the ieed
to’ eliminate eonfusion in“the law” 1eft by ‘the Mercoid deci:
siong by drawmg a “sensrble line™ hétween coutnbutory i
'frmgement sind patent misuse that would be * in accotddnce
with pubhe polisy” as”it; seems to exist today.” 1951 Hear-
inigy at 1527 Rich- also’ attempted to play -dowii ‘the’ conitro-
versrahty ‘of the p‘roposal by arguing that a’ restrlctwe ‘defini-
tion of eontr1butor\r mfrmgement had been 1ncorporated mto
the bill.>"Id., at 133-154.
- When” questloned about ' the-effect of the bill "n- present
law, Ricli replied that it would not’ ‘extend the contributory
111fr1ngement doctrme unless “yotr take the pomt of view-that
thers is ‘no such thmgs [sic]’ as ‘contributory’ infringement
today.” Id., at 158 He" reJected the -suggestion - that the
levlslatlon W ould réturn the law of contributory infringemient
to the 4° B! Diék era, and he" remmded the'committee that
the Taw “would o} touch the result of the Carbice decision.”
1951 Hearings, at 161, ' Rich' concluded his openmg testlmony
with thls explanatmn of’ subseotton fdy;

o “It deals w1th‘the mlsuse doctrme and the réason it is

" necessaty is that the Supreme Court has made it abun-

" dantly elear that there exist in the law today two doc-

"trmes, contributory 1nfr1ngement on ‘the- one hand ‘and
7 'misuge on the other, and that, where there ig' & gonflict,
“the misuse’ doctring must. preva.ll beoa.use of ‘the pubhe
*: ‘interest involved i patent cases. ,
v #0ther decisions following Mercoid have made 1t qmte
clear that at least some.courts are gomg ‘{0 say that any
~-effort whatever. to enforce a patent.against a contributory
.+ infringer-is-in itself misuse. ... . . ‘Therefore we. have al-
. ways felt—we who study..this subject particularty—that
_ -to put any. measure of contributory infringement into
Jaw .you must, to.that extent -and to that extent only,

specifically make exceptmns 10-the misuse doetrme, and

-.that is the purpose of paragraph: (). .

o “It.goes with, supports, and dependa upon paragraph

_e).? Id., at 161—162 :

The Department of - Justice, now represented by Wllbur L
Fugate of the Antifrust Division, broadly objected to “writing
the doctrine of contributory infringement into the law.” ::Id;,
at 165.- Its wost strenuous opposition was:directed at what
was to become § 271 (d). Fugate warned that this provision

“would“have the effect of wiping out & good- deal of the Iaw_

relating to inisuse of patents, partlcularly with refereiice to
tying-in‘clauses” 1952 Hearings; at 165. He repeatedly as-
serted that the langnage of subisection (d) was- unclear, and
that it was impossible to tell how far it would serve to in-
sulate patentees from charges of misuse.::'See:1951 Hearings,

‘at’ 167-169..: But - as' the' Department construed it, the sub-

gection would “seriously impair the doetrine: of misuse of pat—
ents:in-favor of the doctrine of contributory. mfrlngements
2d., at 168... Fugate would not say that any. of the three acts
protected by subsection (d) were. per.se.illegal, but he felt
that; they eouId becoms. ev1dence of misuge in some contexts
1951 Hearmgs, st 168-169. .

~When’ Representatwe Crumpacker challenged Fugates in-
terpretation: of the statute, Fugate replied that Rich had. ad-
vanced the same’ eonstruction ‘and.he called upon Rich to.

sy whether he: agreed “Id., at 169 The followmg colloquy

then toock place::

T#Mr. RICH* I\wrll agree w1th [Mr Fugate s 1nterpre-
tation] t0 thig g That as I testified ‘it is necessary

"~ to make an exceptlon 1o mlsuse to ‘the extent that you
B ‘revive contnbutory mfrmgement in paragraph (c), and
_ this whole section (d),, is entrrely dependent,’ on, (e)

_ ‘Where (d) refers fo contnbutory mfrmgement it only
.. refers to contrlbutory mfrmgement a8 deﬁned 1n (c) i
nothing more, .

oo M. CRUMPACKER Tn other words aIl it say pi
" that bringing an ‘action agamst someone who is guﬂty of
contributory 1nfr1ngement is not a misuse of the patent
“Mr. RICH: That is true.” Ibtd :

Rlch and: Fugate then dlseussed the law in the courts be-
for_e‘ and after the Mercoid deeisions. In .an effort to clarify
the intendment: of the statute, Congressman. Rogers -asked
Rich to identify misuse decisions exemplifying the acts speci-
fied in-the three-parts. of subsection- (d)... Rich identified"the
Leitch and Carbice cases as examples of situations where de-
riving:revenue from acts that would-be contributory infringe:
ment was-held:to be evidence-of misuse; he stated that. the
Mercoid cases exemplified misuse from ligensing others; and
he referred to Stroco Products, Ine. v. Mullenbach, supra, as an
example of a. case -where.the mere brmgmg of an action againgt
contributory mfrmgers was found to exemplify misuse. 1951

-Hearmgs at ~174-175." He ‘again -reminded ‘the committee

that the scope of subsectmn (d) Was unpholtly hmlted by the

Testrictive definition of contnbutory infringement in: subsec-

tion (c), and he sssured the committee that “[iIf [a. pat:

entee] has gone beyond-those and dene other. acts- which
could: be. misuse, then the misuse doctrine ‘would be appli-
cablef’. - 1951 Hearings, at 175. - As an example of sueh “other
acts,” he suggested that a patentee would be guilty of misuse
1f he tried to-license others to produce staple articles used in
a patented mventlon cIbid. l
- Other'legislative materials'that we have not discussed bear
as well on the meaning to be assigned to § 271 (d); but the
materials that- we have culled are exemplary, and they amply
demonstrate the intended scope of the statute, Itis the con-
sistent theme .of the legislative history that the' statute was
designed. o accomplish a: good ‘deal more than mere:clarifica-
tion: It significantly changed existing law, and the change
moved in the direction of expanding the statitory protection
enjoyed by patentees. "The Tesponsible congressional com-
mittees were told again ‘and again that contributory.infringe-
ment: would wither away if-the misuse rationale of the Mer-
coid- decigions remained as & barrier to enforcement of the
patentee’s rights. - They were told that this was an undesir-
able result that would deprive many patent ‘holders of -effec-
tive protection for their patent rights. They were told that
Congress could strike a sensible compromise between the. com-
peting. doetrines of contributory infringement and patent mis-
use if it- eliminated. the result of the. Mercoid decisions.yet
preserved the result in Carbice. And they were told that.the
proposed: legislation would achieve: this effect by__restr:otrng
contributory infringement. to the sphere of nonstaple goods
while. exempting the control .of such goeds from the scope- of
patent misuse. These signals.cannot be ignored.. They fully
support the conclusion that, by- enacting §§ 271 (c) and (d),
Congress granted to patent holders.a statutory right. to: control

nonstaple goods-that -are capable only of infringing. use in a.

patented inyention, and that are essential to that mventmn 5
advanee over prior art.

. We find nothing in this legislative hlstory to support the
assertion that respondent’s behavior falls outside the scope of
§:271 (d}.®, To the contrary, respondent has done. nothing
that. would ‘extend its right of-control,over: unpatented: goods
beyond the line that Congress drew. ~ Respondent; to be sure,
has licensed-use. of: its. patented process only.in connection
‘with purchases :of -propanil, - But: propaml isg nonstople

. product; and its herbicidal property is the heart of respond-
" ent’s-invention, . Respondent's method of doing business.is
thus essentially the same as the method condemned. in. the

Mercmd declslons and . the 1eg1slat1ve hlstory reveals that

= Pehtloners argue thwt the e‘(ch'mge An the 1951 Hearmgs among
Representahve Crumpacker, Mr. Rich, and Mr, Fugate, see_pp. 33-34,
supra, counters our interpretation of the leghldtwe history, They argue
that Mr. Fugate mn‘nlly interpreted §271(dy to allow tying arrange-
ments, that this consmchon wig rejected by Crumpacker and disavowed
by Rich; and that"the contention ultimately was dropped. by the Te-
partment. of: Just:ce Altheugh the relevant pussage is not entirely free
from doubt, we . do not find. petitioners’ interpretution of it p'\rtwularly
persuaswe Bather, it appears that Fugate initially interpreted the
statute to insulate the patentee from am,r ‘¢herge of misuse 8o long as he
a[so engaged in ‘at Ieast one of the Practices specified in the statufe.’ See
1951 Hearings, at. 167. Representative. Crumpacker demurred frem this
interpretation, and Rich . reminded the Committee of the limit: ation im-
plicitly, built into the scope of §°71 (d) bv the restrictive drﬁmtmn of
contributory  infringement’ in '§271 (¢).. 1951 Hearings, at 169. "Rieh
subsequently did state that an attempit fo secure a rnonopo!v on “unpat-
ented aiticles™ still would be patent misuse. - Id., at 172-173. But in
the contest of his clarification regarding the scape of subséction (¢}, his
agresment to-this proposition appears.to be based on an assumption that
the unpatented articles referred to w ere staples of commerce Taken as a
\\hole thls e\rh'mge ~uo-ge-t= that § 271 (d) would afford no defense to a
charge of misiise’ for ‘an attempt to control staple materials; it ddes not,
in ‘our view, support the further: corclusion. that an attempt to eontro[
nonstaple materla[s should be'subject: to-the vame charge,

§271 (d) was designed to retreat from Mercoid in this regard.
There. is one factual difference between. this.case and Mer-
coid: . the licensee in- the Mercoid cases had: offered-a sub-
license to the alleged contributory infringer, which -offer had
been refused. . Mercoid 71, 320 U. 8.; at 683.. Seizing upon
this difference, petitioners: argue that respondent’s unwilling-
ness to offer smmlar licenses to its would-be competitors in:the
.manufacture - of propanil legally dlstmgumhes this case and
sets it outside §271(d).. To. this argument, there are af
least three responses. First, as we have noted, § 271-(d) per-
mits such licensing but does not require it. Accordingly,
petitioners” suggestion would import into the statute a re-
quirement that simply is.not there. Second,. petitioners ] have
fajled to-.adduce- any: evidence from .the legislative hlstory
that the offering of a license- to the alleged contributory in-
fringer was a cr1t1eal factor in ‘inducing Congress to- retreat
from the result of the Mercozd decisions. Indeed, the Leeds
& Catlin, demslon which. did not mvolve .such an offer to
license, was placed hefore Congress as an example of the kind
of contributory mfrmgement action the statute would- allow.
Third, _petitioners’ argument runs contrary to the Iong-settled
view that the essence of a patent grant is the nght to ex-
elude others. from proﬁtmg by the patented invention. 35
U. 8. C. §154; see Continental Paper Bag Co. v. E’mtem
Paper Bag Co., 210 U. 8. 405, 424—425 {1908) ;. Zenith Radw
Corp. v. Hazeltme Research Inc,, 395 T7. 8. 100, 135 (1969)
If petmoners argument were aceepted it .would force pat—
entees either to grant licenses or-to_forfeit thelr statutory
'protectaon agamst oontnbutory mfrmgement Compulsory
llcensmg isa ranty in our. patent system,” and we decline to
manufacture such a requ1rement out of §271 (d) ;

Petitioners argue, finally, that the interpretation of §271
{d)“which we have adopted is foreclosed by decisions of this
Court- following the passage of the 1952 Act. ' They asseit
that in subsequent ‘cases the-Court has continued to rely upon
the Mercoid  debisions. and that it has effectively construed
§271 (d) to codify the result’of those decisions; rather than
to return the doetrine of ‘patént mlsuse to some earher stage
‘of developiment. - We disagres.”

“-The cases to which petitioners tirn for tlns argument in-
‘elude gome that have cited the M. erccnd decisions as evidence
of " & general ‘judicial “hostility to tse of the statutorily
‘grantéd patent monopoly to extend the patentee’s economic
control to ‘unpatented products.” United States v. Loew's,
Ine:, 371 T 5. 38,746 °(1962); see also Blonder-Tongué Labo-
ratories, Inic. v. University of Illinots Foundation, 402 U. 8.
313, 343-344 (1971). - These decisions were not direetly ‘eon-.
cerned withi the doctrine of contributory infrivigement,’ and
they did not’ require' the Court to evaliate § 271 (d) or ‘its

‘impact ‘on the holdings i in ‘Mercoid.” -Like other cases that do

hot - specifically - mentlon those decisions, see, e. g., Zenith
Radio Corp. v. Hazeltine Research, Ini, 395 U.'S., at 136,
they state the general thrust of the dootrme of patent mlsuse

‘without attending-to its speclﬁc statutory limitations.

In another case, Deepsouth Packing Go. v. Laitram Corp:,
406 U 8. 518 (1972) the Court dealt only with-the scope of

2 Compulsory Heensing of patents often has been propoeed but it has
never heen enacted on & broad seale. See, e. g Compu[sory Licensing of
Patents under some ‘Non- American’ Systems, Study of the Subcommittee
on Patents, Trademarks, and Copyrlghts of the Senate C‘ommxttee on the
Judiciary, 85th-Cong, 2d Sess.;’t; 2 (Comm. Print 1959). Although
compulsory - licensing provrssons were considered for possible incorpora-
tion into the 1952 revision of the patent laws, they were dropped before

-the final “bill was cireulated, See House: Commitiee on the Judiciary,

Proposed Revision and “Amendment. of the “Patent Laws Prehrmnary
Draft, 8lst Cong,?d Sess., 91 (Comm Prmt 1950). SRR



direct infringement under §271¢a). The question under
consideration was whether a patent:is infringed when unpat-
ented: elements are assembled into-the combination outside
the United States: “The Court held that such assembly would
not, have: constituted direct infringement prior to-the enact
ment of § 271 (2), and it concluded: that enactment of the
statute effected no change in that regard. -The -Court cited
Mercoid I for the well- éstablished " proposition: that unless
there has been direct infringement there ean bhe 1o contribu-
tory infringement. 406 T. 8., at 526. Again, the Court did
not have occasion to focus on the meaning of §271-(d).

The only two decisions that touch at all- closely upon the
issues of statutory construction presented here are Aro" Mfg.
‘Co. v. Convertible Top Co’ 385 U. S. 336 (1961) (Aro I} and
Aro Mfg Co. v. Convertible Top Co., 377 U. 8,476 (1964)
'(Aro II}. These decisions’ emerged from a smgle case involv-
ing ‘an action for contrlbutory 1nfr1ngement based on the
menufacture and sale of a specially ‘cut. fabnc designed for
use in a patented autornobile eonvertible top” combination.
In nelther case, however, dzd ‘the Court dlrectly address the
‘question of § 271 (d)’s effect on the law of patent misuse.

The controlling issue in A7o'T was whether there had been
any direct mfrmgement of the patent "The Court held that
purchaeers of the Speclally eut fabric used it for “repair”
Tather than “‘reconstructlon of the patented combination:
accordmg!y, under the patent law they were not guﬂty of
'mfrmgement 365 U 8., at 340, 346. Since thefé was no
direct’ 1nfr1ngement by the purchasers the 'Court held that
there could be 1o contrlbutory mfrmgement by the manufac-
turer of the replacement tops. ThlS conclusmn rested in part
on 2 holdihg that § 271 () ““hade 1o “charige in the funda-
mental precept that there can ‘be no contributory infringe-
ment in the absence of a direct infringement.” Id., at 341.
It in no way conflicts with our decision.

As petitioners observe, Aro I does quote certain passages
from the Mercoid demsmne standing for the proposition that
even single ‘elements constituting the heart. of - a patented
combination are not. within the scope of .the patent grant.
365 U..S., at.345. -In:context,: these. references to- Mercoid
are not inconsona.nt .with our,.view of §271(d). -In the
course of its deeision, the Court eschewerd the suggestion that
the legal distinction' between. “reconstrustion” and “repair”
should be affected by whether the element of the combination
that has been replaced is an 'essential” or. “distinguishing”
part of. the invention. -Td.,. at 344. The Court. reasoned
that such a.standard.would “ascrih{e] to one element of the
patented. combination .the status.of patented invention .in
.itself,” and it drew from the Mercoid cases only to the extent
“that-they  described limitations -on the scope of the patent
grant. -365 1. S, at 344-345. In a footnote, the Court care-
fully. avo:ded reliance on the misuse aspect of those deczswns
Id., at 344, n, 10, Accordingly, it had no occasion to cons1der
whether or to what degree § 271 (d) undermmed the. vahdlty
of the Mercoid patent misuse rationale.®

Aro II is a complicated decision in which. the Court mus-
tered different majorities: in support of__var_:_ous aspects of its
opinion. See 377 T. 8., at 488,'n. 8. After remand from
Aro I, it became clear; that the Court’s decision-in that case
had not eliminated all possible grounds for a charge of con-
tributory infringement. Certain -convertible top ‘combina-
tions had been sold without valid license from the patentee
-Because use of these tops involved direct mfrmgement of the
patent, there remained a question whether fabric supplied for
their- repalr mlght constitute contnbutory mfrmgement not-

*Tn bis. concurring opinion. in Aro I, Mr. Juetlcc Black.-did ﬂddrecs
the .scope ‘of § 271 {d).- 365 U8, at- 346 347—350 (1961) Hrz. con-
clusion is inconsistent with today’s deeision. - L

withstanding the Court’s earlier decision. S

Aro I decided several questions of:statutory 111terpretat10n
under § 271, First; it held-that repair .of an.unlicensed com-
bination -was. direct infringement under the law preceding
enactrnent of '§ 271; and that the statute did not effect any
change in this regard. 377 U, 8., at-484. " Like the“conistiue-
tions of §271 (a) in Aro I and Deepsouth Packing Co., this
conclusion concerns a statutory prewsmn not at-issue-in-this
case,

:Becond; . the Court held that supplymg replacement fabrics
specially cut for use in-the infringing repair constituted .con-
tributory.mmfringement under § 271 (¢).. The Court held that
the speeially. cut. fabrics, when insfalled. in infringing -equip-
ment, qualified as honstaple items.-within the language of
§271.(c), and that supply of similar materials for infringing
repair had -been. treated .ag contributory infringement. under
the judicial law that § 271:(c) was. designed to codify. 377
U..8., at 485-488. Tt also held. that §271(c) requires-a
showing that an alleged contributory infringer knew that the
combination for which his component was especially  de-
signed: was both patented and infringing. 377 U. §,, at 488-
491, - 'We regard -these holdings as fully consistent with our
understinding: of §271 (¢).. -In any event, since petitioners
have conceded contributory infringement for the purposeés’ of
this decision, the scope of that subsectlon is: not d1rect1y be~
fore us, -

~'Third, ‘the Court held that the alleged contrrbutory ith:
frmger ‘could not -aveid liability by reliance on the doctrine
of the Mercoid decisions.” Although those decisions hiad ‘cast
contributory ‘infringement ‘into- some doubt, the Court held
that :§ 271 ‘was enacted “for the express purpose ... of-over-

ruling any blanket invalidation of the [contributory inffinge-

ment] doctring that could be found in the Mercoid apinions.”
377.U. 8., at 492, ‘Although-our review of the legislative his-
tory finds a broader intent, it is not out of harmony with
Aro II's analysis.. The Court explicitly noted that a defense
of patent misuse had not been préssed. - Id., at 491. ~Accord-
ingly; its discussion of Tegislative history was limited to those
materials supporting the ‘observation, sufficient for purposes
of the case, that any. direct attack ‘on the contributory -in:
fringement doctrine in its entirety wotld be contrary to the
manifest purpose of:§271 (c). Since the' Court in~dro:IT
was not faced with a patent misuse defense; it had no‘occa:
sion to consider other evidence in the heermgs relatmg to the
scope of § 271 (d). : &
Finally, “in ‘& segment “of the Court’s opinion that com-
manded full adherence of only four Justices, 377 U. 8., at
493-500, "1t was stated that an agreement ih which “the 'p'at—
entee had releaged some ‘purchasers of infringing’ combme—
tions from Ilablhty defeated hab1hty for, contrlbutory in<
fringement, with Tespect to rep]acement of eonvertible tops
after the agreement went into effect.: . The plurality rejected
the patentee’s attempt to condition its release- by reserving
rlghts in conrection with future sales of replacement fab-
ries.” Id., at 496, It relied, on the Carbice and Mercoid
decisions, as.well as.United Siates v. Loew's, Inc., _supra, for
the proposmon that-a: patentee “cannot impose: cond1t1ons
coneerning the unpatented supplies; ancillary ‘materials, or
components with whlch the use .[of a patented combmatlon]
is to be effected,” 377 U. S.,. at 407.. This statement is
qualified by the circumstances . to whlch it applied. - Be-
cause the Court already had -determined in Aro I that replace-
ment of worn-out convertible top fabric constituted a per-

missible repair ¢f the combination, the agreemient. sought. to

confrol an unpatented article in. the context of a nomnfrmg—

:ing use. - The determination  that.the. aUreement defcated

liability does not.reflect -resort to :the: principles -of patent

¢

misuse; rather-it betokens a recognition that the pateritee
once it had -authorized use of -the combination; could .not
manufacture contributofy mfnngement by contra.ct where
under the law there-was none.

Perhaps the quintessential difference between the Aro decr-
gions’ and . the present. case ig.the difference between the pri-
mary- use, market for a chemical process and.the replacement
market out of which the Aro litigation arose. The- repair-
reconstruction distinction . and its legal consequences are de-
terminative in.the latter context, but are not controlling here.
Instead, the staple-nonstaple distinction, -which Aro I found
irrelevant to the .characterization. of replacements, supplies
the controlling benchmark: This dlstmctmn ensures that the
patentee’s, right . to prevent others from contnbutorlly in-
fringing his patent affects only the market for the invention
itself.. Because.of this significant dlfference in lega,l context,
we beheve our. mterpreta.tion of 8271 (d) does not confhct
-with these declslons. e .

Since our preSent-task is one of statutory construction; ques-
tions of public policy cannot be determinative. of the-outcome
unless specific policy ¢lioices fairly can be-attributed to Con-
‘gress itself. " .In this instance, as we have already stated, Con-
‘gress chose. & compromise between competing policy interésts.
The policy ‘of free 'eompetition runs deep in our law. It
underlies boththe doctrine of patent misuse and the general
:principle that the boundary of a patent monopoly is:to be
limited by the literal scope of ‘the: patent .claims, - But the
poliey of stimulating invention that underlies. the entire- pat-
‘ent system runs no less deep. > And the doetrine of contribu-
tory infringement, which ‘has been called- “an’ expression both
oflaw and morals,” Mercoid T; 320 U, 8, at 677 (Frankfurter,
:J., dissenting), ean be of crueial importance in ensuring that
the endeavors - and- investments of’ the mventor do not go
unrewerded i

1t is, perhaps; noteworthy tha.t holdere of ‘hew u‘sev-‘pat-
ents on chemical processes: were among those designated to
Congress as‘intended beneficiaries of-the protection -against
contributory ‘infringement that §271 was designed to restore,
See 1948 Hesrings, at'4, 5,.18.° We have been informed- that
the:characteristics of practical chemical research’ are such that
this form of patent. protection is particularly -important to
inventors “in “that -field. The number of chemicals either
known -to:scientists or disclosed by existing research is vast.
It grows-constantly, as those engaging in- “pure” research
publish -their discoveries.?* : The number: of these -chemicals
that have known uses of commercial or social value; in: con-
trast,-is simall. ‘Development of new uses for existing chem-
feals is thus.a major component of practical chemical research,
It is extraordinarily expensive.® Tt may take years.of un-

- sueeessful testing before a chemical ‘having -a:desired. prop-

erty-is identified,;-and it may take several years of further
testing before a proper and safe method for usmg that chem-
ieal is- deve]oped n e

. el A‘ of ‘\hrch 1980 the Chemlcal Regxstry System mamtamed by the
Amenean Chemlcal Socxety listed in excess of 4,848,000 known chemlcal
‘eompounds.” The list grows at a rate of about 350,000 per year. “The
Society estimates that ‘the list- comprises between 509 and 609 of all
‘eompounds that-ever have been. prepared See Bnef for:- American
Chemical Society as Amicus. Curige 4-5.

24 For example, the uverage cost of develupmg one hew phrlrm'tceuflcul
drug has been estimated to run as high as $54 miltion, H1n~en "The
Pharmaceutical Development Process: Katimates of Development ‘Costs
and Timés and the Effec's of Proposed Regulatery Chqngm in Iesueq in
Pharmacettical Féonomics 151, 180 (R. Chien, ed. 1979). T

258 Wardel] The History of Drug Discovery, vao‘lnpment and

‘_Regu]atlon n Tsgues of Pharmiireutical - Economies 1, 810 (dewnbzng

modern techniques and testing requirements for devdopmenf ‘of phurma-
cetitivals). Although teviing of chemicals destinoil for pharmlcrut]cal

“Under the construction of §271 (d) that petitioners ad-
vanee, the rewards available to those willing to undergo the
tifhe, expense, and-interim frustration of such practical re-
search’ would  provide at best a dubious incentive. - Others
couldt await the results of the testing and then jump on’the
profit bandwagon by demanding’ licenses to sell the urpat-
ented; nonstaple chemical used in the newly developed proc-
ess. ' Refusal to accede to sttch & demand, if accomipanied by
any attempt to profit from the invention-through sale of the
unpaterited chemieal, would risk forfeiture of any patent pro-
tection whatsoever on' a finding of patent misuse. ' As a-ré-
sult, noninventors WOuld‘ be almost assured of an opportunity
to share in the’ spoils, even though ‘they had contributed
nothing fo- ‘the discovery. The incentive ‘to await the dis:
coveries of others might well prove sweeter than the lncentlve
to take the initiative oneself.’

Whether such a regime would prove workable, as peta—
tioners urge, or would lead to dire consequences, as respond-
ent and several aimici insist, we need not predict. Nor do
‘we need to deterinine whether the prineiples of- free competi-

-tion- coild " justify such" a“result: Corigress’ éndetment - of
§271(d) vésolved theése issues in‘favor of a broader scope of

‘patent protection.. Tn aceord with our understa,ndlng of that
statute, we hold that Rchin & Hags has riot engaged in'patent
isuse, either by its method of sZ‘?hng propanil; of by its re-
fusal to licetise others to sell that commodlty The Judgment
of the Court of Appea,ls Is therefore afﬁrmed '

It zs 50 ordered

- Mg. Justice ‘Werre, with whom Mg. JusTicE BRENNAN,
MR JusTice MARSHALL and M-E. JUSTICE STEVENS Jom
dissenting, . ‘ \ L

For decades this- Court has demed rehef from contrlbutory
infringementto :patent  holders. who. attempt :to: extend . their
patent monopolies to.unpatented materials used in connection
with patented inventions.. The Court now refuses to .apply
this “patent-misuse” principle in' the very area in which such
attempts to restrain competition are most likely to be success-
ful. The Court holds exempt from the patent misuge doctrine
a. patent helder's refueal to license. others to. uge 2 patented
process unless they purchase from him.an unpetented product
that has no substantial use except in the patented process.
The Court’s sole justification for this radical departure from

our prior construction of the patent laws is its mterpretatlon

of 35.U. 8. C. §271 a provxmon that ereated exceptlons to the
masuse doctrme and that we have held must be strietly con-
strued “in light of this natlon s historical antipathy to monop-
oly,” Deepsouth Pactmg Co, v. Laitram Corp., 406 U.S. 518,
530 (1972). .The Court recognizes, as it must, that § 271 does
not on jts face exempt the broa,d category of nonstaple mate-
rials from the misuse doctrine, yet construes it to do o based
on what it has gleaned from the testimony of private patent
lawyers given in hearings before congressional committees and
from the testimony of Department of Justice attorreys oppos-
ing the bill The Court has often warned that in congtruing
sta.tutes -we should be “extremely wary of testimony before
committee hea,mngs and of debates on the floor of Congre:a
save- for precise analyses of statutory phrases by the sponsors

;'of ‘the proposed laws.” S & E Contractors, Inc.'v. United

use may be the most extensive, testing for environmental eficéts of chem-
icals wsed in industrial or agricultural seftings also can be both expensive
and prolonged. See & Weehsler, J. Harricon & J Neumeyer, Evahiation
of the Possible Irapact of Pesticide Research and’ Development Activities
af Pesticide Manufacturers” 18-52 (Environinental” Protection ~ Apgncy,

‘Office’ of Pesticide Programs 1975). See generally A7 Baines, F. Bradbury,

and C. Suckling, Research in the Chemical Industry 82-163 (1969).



States, 406 U. 8. 1,:13, n. 9 (1972). - We have expressed simi-
lar reservations about statements of the opponents of a bill:
“The fears and doubts of the opposition-are no-authoritative
guide to the construction of legislation. ..It is the sponsors
that we lock to when the meaning of the statutory words is
in doubt.”. Schwegman Bros. v, Calvert Distillers Corp:; 341
U. 8, 384, 304-395:(1951). ; National Labor Relations Board
v. Fruit & Vegetable Packers; Local 760, 377 U. S. 58, .66
(1964). Here, nothing in"support-of the Court’s novel con-
struction is to- be found in the committee reports or in-the
statements of those congressmen or senators sponsoring the
bill. . The Court focuses only on. the opposing - positions of
nonlegislators, none of which I find sufficient, to_ constitute
that “clear and certa;n signal from Congress” that is requrred
before construmg the 1952 Patent Act_to.extend the patent
monopoly beyond pre-existing standarde : .

I .

All parties to this litigation, as well as.the courts. below,
agree that were it not for § 271.(d}, respondent’s refusal to
license the use of its patent except.to. -those whg purchase
unpatented propanil from:it would, be deemed. patent. misuse
and would bar recovery from contributory infringement. . 599
¥..2d 685,688 (CA5 1979). In a longling of decisions com-
mencing with. Motion Picture Patents Ce. v. Universal Film
Manufacturing Co.,.243 U. 8, 502.(1917), this.Court has
denied recovery-to patent holders who attempt,.to- extend
their patent monopoly. to unpatented materials used in con-
nection with patented inventions, In Motion Picture Patents
the Court held that a license to use a patented motion picture
projector could not be conditioned on the purchase of unpat-
ented-film from the patent ‘holder. The Court emphaerzed
that - . : :
“the exclusive right granted in every patent must ‘be

- Jimited to.the invention described. ih:the elaims of the

“:patent and -that it is'not:conipetent’ for the owner of-a

. patent . . . to, in effect; extend the scope of its patent

... monopoly by:restricting the use of it to materials neces-
. gary in its: operation-but:which are not part of the pat-
“ented lnventlon,” id., at 5186, .

‘Accordingly, the Court refused to enforce the patent agamst
contributory 1nfrmgers beeause “it would be gravely injurious
to [thel public initerest,” which it deemed “more ‘a favonte
of the law than is the promotmn of pnv te fortunes Id , &t
519.® - ‘

“The “patent mistse” doctrme ‘a8 it came to be known; was
further enuncisted in Carbice Corp. v. Amemcan Patents De-
velopment Corp., 283 U. 8,25 (1931). In Carbice the Court
unanlmously denied rélief for eontributory 1nfrmgement where
a patentee requrred users ‘of its combination patent to pur-
chase from its eerusrve Ticensee unpatented mater:al (dry
1ce) tha.t was an essentlal component of the patcnted com-

1']“he Court re]er'ted the argument that the !zccnsmo seheme w’as Jush-
ﬂed beeause it reduced the cost cf the patented inv entron The Court
‘nioted ‘that”
“Tt iy argued as'a mmerit of this system of sale Cthat the ub’ieis bene-
fited: by the sale-of the -machine at’ what' is practreal]t it costidnd by the
fact that the owner of the patent mnkes its entire profit. from the sale of
the supplies with which it is operated.  This fact, if it be a faet, msterld
_of commending, is the e]earest possible.. condemnatron of, the prar-tree
adopted, for it proves that, under color. of its patent. the owner mtends to
and does derive its profit, not: from the invention on whirch the Jaw giv ‘85
it a monopoly but frem the unpatented supplies-with which it is nsed and
which are wholly without the scope-of the patent moropoly, thys in effect

extending. the power to. the -ownet- of the: patent to fix the price: to the-
public of the unpatented.supplies as effertively. 28 he may fix the prree oI

the patented machine.” 243 U. 8, at 517.

bination (a container for transporting frozen goods}. The
Court acknowledged that the owner of the process patent
properly eould “prohibit entirely the'manufacture, sale, or use
of such packages,” or “grant lieenses  upen terms consistent
with the limited scope of the patent monopoly” and “charge
a royalty or license fee.” . However, the Court concluded:that
the patent holder “may not exact as the condition of a licensg
that unpatented materials used in connection “with the in-
vention shall be prrchased from the licensor; and if it does
g0, relief against one who supplies such unpatented materials
will be dénied™ Id., at 31. The Court deemed immaterial
the fact that “the unpatented refrigerant is one of the neces-

sary elements of ‘the patented product;” for the patent-holder

had “no right to be free from competition in the sale of solid
carbon -dioxide” (dry Tlice) -and “this limitation, mherent in
the' patent grant, is not dependent upon the peculiar functlonr
or character of the unpatented material or'on the way in which
it is used.” Id., at 33.  If the owner of a combination patent
were permitted to restrain competition in “unpatented mate-
rials used in its: manufacture;” then “{t]he owner of & patent

-for-a process might secure & partial monopoly.on the unpat-

ented stpplies-consumed in its operation.” . [Id;; at 32.

In Leitch Manufacturing Co. v. Barber Co., 302 U. 5. 458
(1938), the Court, without dissent denied. relief to the holder
of & process patent-who. licensed only those who purchased
from.it an unpatented material used in the patented process.

-Rather than expressly tying the grant of a patent license to
‘purchase of unpatented material, the patent holder in Leitch

merely sold unpatented materials used in.the patented proc-
ess; thersby granting purchasers an’implied license to use the.
patent. The. Court-deemed - this: distinction to be “without
legal significance”. because “every use of a patent as s meang
of obtaining a limited monopoly of unpatented material is
prohibited.”. :Id., at.463. The Court smphasized, that the
patent misuse doctrine “applies whatever the nature of. the

-device-by which the ‘owner. of a patent seeks to effect such

unauthorized extehsion of the monopoly.” Fbid.- L
Four years later,-the Court, again without.dissent, apphed

the ‘patent misuse doctritte’ to prohibit: récovery . against a

direct- infringer by a patent holder who required purchasers

.of a patented product o buy from it unpatented material for

use in’' the patented product. . Morton Salt Co. v: G. 8. Sup-
piger Co., 314 U. 8. 488 (1942). In’ a companion case the
Court denied relief from contributory infringement to a patent
holder who' licensed- only those who purchased from. it an

-unpatented component produet specially designed for use in

the patented process. B. B. Chemical Co. v, Ellis, 314 U_8,
492 (1941). In" B. B. Chemical the lower courts Yad. re-
jected the patent owner’s attempt to distinguish-previous pat-
ent ‘misuse: cases as involving efforts to.control the use of

-staple materials with- substantial noninfringing. uses. - 117 F,

2d° 820, 834-835 (CAl 1941).  This Court affirmed without
dissent, holding that the patent misuse doctrine barred relief
“in view of petitioner's use of the patent as the means of
establishing & limited monopely in its unpatented materials,”

B. B, Chemical Ca. v. Eilis, supra, at 497, and nece=earrly
rejecting petrtroner s position that patent misuse was Timited
‘to staple products and did not apply when the. alleged. in-

fringer went beyond selling an unpatented staple materia] and
menufactured and sold materials useful only in 'the patented
construet.*  The Court rejected the patent holder’s argument

- 2’1-"he' patent rnuolved in B..B. Chemical Co. v. Ellis, 314 U ‘8. 495

'(1941), covered a process for_teinforeing. shoe insoles by applving to them
-strips of reinforcing material coated with an adhesive, Rather than ex-

pressly hcenamg shoe manufaeturers to use the patented procese, the
patentee sold them precoated. reinforcing material whieh, had. beex “glit
into strips of qurtable width for use by the patented method. id., at 498,

that it should be- able to hcense only purchagers of the: unpat-f‘

ented” ma.tena.l beca.use this was the only pract1cab1e way to

exploit ita proeess patent. © “The paterit monopoly is ot
enlarged by redsonm of the fact: that it would:be more con-
venient to-the: patentee to have it so; oribecduse .he_ca.nnot:
avail himself of its benefits within .the-limits of ‘the: grant.”
Id:; at. 498, - However,: the Court- reserved tthe * guestion’
whether ‘the patent’ misuse doctrine would apply:if the-patent

holder also was willing. to licensecmanufacturers! who: did not

purchase from it:thé ‘unpatented: matefial; . Ibid® - o il
“These:decisions established, everr before this: Court’s dem--
sions-in.the Mercord,casee, .Mercow,’ ‘Corp. v::Mid-Continent.

Ivestment Co., 320 U. §.661.(1944). ( Mercoid I}, and.Mer-
coid-Corp. v, Minneapolis-Honeywell Regulator Co.;320 U 8
680 +(11944): . Mercoid -IF); that the -patent misuse: doctrine
would: bar récovery by a-patent holder who refuséd to’license

others to. use-a patented process unless:they purchased: from-

him -an unpatented .produet for -use'inthe. process*’ Such

tliereby: granting : purchasérs implied” lieensés.-to_use. the patént.~ The.

patentee argued in the Court:of; Appeals Jor the-First Circuit that appli
cation of the patent misuse doetrine:is ]umted “to ‘those situations in whreh
the, alleged eontnbuton mfrmger supph
1n7F. 2d 820, 834 (CAl 1941). As the
patentee ‘insists " that where' the-atticles’ st

rh of Appeals noted, the
ed ‘Afe specra]ly ‘Tanufae-

tured - for'"use in’ this- particular’ ‘fpatented]- pricess; relief is not to:be.

denied the patentee no miatter what his course of ‘business.” ~Ibid: - The
Court. of, Appeals etpressly agreemg with_the: Court“. of Appeals; for the

language of [Lertch Mcmu)'actunﬂg Co: v Barber Co 302U 8458

(1938); and:Carbice Corp: v. American’ Patents Developmént ‘Corp:; 283
U, 8. 25(1931),] .is: extremely .comprehensive. and .is: by no.means. re-
stricted :to staple articles. . There is every mdlcatlon that the Carblce
and Leitch cases apply 1o speclally eergned non- patented artrcles '

[T]he emphasrs is on the fact ‘that’ the'artlcles sold by the alleged eon-,

tribitory’ infribgérs weré’ not covered by’ the p]amtrﬁ’s patent ‘altholig
conducted-ita ‘busiriess as: though they were” ‘117 F: 2d:829;:834-825. 3

The patentee-petitioner. pursued the! staple—nonsfaple distinction in-its

petition: for certiorari,.arguing that the patent misuse principle of :Carbice
Corp: v.; American Palents. Development Co, supra, and Leitch Munu-
factunng Co. v. Barber Co., supra, should not bar relief because the
unipatented materials furnished by the defendants were net “staple ma-
terials: of ‘cotrmerce’ but rather were “especially designed-and . prepared
for use in‘the process of: the patent.” . Pet. for Cert.-10.; It also noted
the conflict among . the: Courts: of -Appeals: with: respect.to- nonstaples and
patent: misuse and..urged- that: certiorari -be .granted .on this. basts.. The
Coutt; granted certiorari, and: the Court, of Appeals was: aﬂ"rmed over petl-
tioner's arguments thiit the patent misuse.:doctriné should. not bar :relief
when the defendant did more than .make and &ell an unpatented staple,
Brief for Petitioner.21-22.. Petitioner’s brief also called-attention to the
confliet in.the eases; id...at 368-37, and both, respondents .and: the United:
States: as amicus curice argued -that nonstaples,:ds well as staples, were
subject to” the misuse doctrine.; - Brief for  Respondent . 11-12; Brief for
United States as Amicus Curige 12-13. . The issue was plainly. not, aban-
doned and was part and. parcel of petitioner’s.argument - that defendant
went beyond: selling- a ‘staple -by. manufacturing and. selling. materials
expressty; designed. for.and-useable only .as. part. of . the patentéd, use.. The
argument was rejected on- the authority . of. the companion case, Morton
Salt-Co.v. G- 8. Suppiger Co., 314.U..8. 488 (1942)...
s .2 Two years affer B. B. C’hemtcal in Mercoid Corp R Mzd C’rmtme'n.t
Investment: Co;,-320 U. 8. 661 (1944) (Mercoid . 1Y, and: Mereoid Corp.v,
aneopohs—Honeyuell Regulator Co.;-320. 1.8, 680 (1944) (Mereoid Iy,
the ‘Court’ was' confronted with the question réserved in..B. B. Chemical:
whether the patent- misuse: doctriné would apply- to a patent holder.whose
offers: to license: contributery . infringers. had been refused.

4 Although-the Court.is willing to concede that B..B..Chemical "ﬂrgu‘lb!\
involved an.application of the misuse doctrine, to.an attempt to centrol
a nonstaple material,” ante, at 26, n. 12, it subsequentl} states that “among
the- historical .precedents  in this _Coul't,- only.the Leeds- & Catlin and
Mercoid cases bear significant factual similarity.to the- present contro-
versy.”  ‘Ante,-at 33. The latter statement is particularly puzzling because

‘B: B Chemical, [ikeé this.case. involved a patentee's initial refusal to license
others to sell-nonstaples, while Mercoid, unlike. this case, involved a con-
-tributory infringer's-refusal to accent proffered licenses. .. .-

Moreover; the Court-implies;. anfe, at 27, n. 13, that unhl Mercord, there'

was lelSlOﬂ in the Courts of Appeuls with regard to whether the patent

le artreles of commeree )

conduct” was teerned: patent misuse because it involved anf.
attempt to extend ‘thie ‘patent’ monopely beyond ‘the seope’ of:
the invention to restrain competition in the sale of unpatented:
materials. This coridiict was’ deemed misuse': regardléss: ofs
whether it was effected by means: of express: conditions in pat--'
ent, hcensee :orby a’ polrey of granting only implied licenses to
purchasers: of unpatented: materials, and even though unpat-
ented materials “tied” " to- ‘the license had no use other tha.n7
as a.n mtegra,l pert of the patented structure :
: : o ‘II'. : i .
Respondent s eonduct in thrs case cleerly constrtutes patent
misuge: under: these pre-Mercoid ‘decisions because respondent,
refuses‘to Jicense others-touse its patented process unless they:
purchaee from it unpatented propanil. - The fact, that respond-'
ent accomplishes this end through the practice of granting
implied Jeenses. to those, wwvho purchase propanil from it ig ag
devord of legal srgnrﬁca,nce to alter t}us conclueron 88 it was in
Lertch Manufacturing, supra, 302 U.'S, at 463, and B. B.
C’hemzcol .supra, at 498, Moreover, the ‘fact_that propanil
is'a nonstaple product havmg no substantra] use except in the
pa.tented procese has been w1thout srgmﬁcance at Ieast;alnce
B. B, Chemical and only serves to rernfor i lusior
respondent is attemptmg to “extend the patent monOpoly to
unpatented materlals Bec'use propanr} has no substautxal
nonmfnngmg use, it eannot be sold without incurring lleblhty
for contrlbutory infr, gement unless the vendor has a license
to sell propanil or its véndee has an uncondrtrona] Ilcense to
use the pa,tented process, Respondent’s refusal to hcense
those whi“do™ "ot purchase’ propaml from’ it thus eﬂ'ectrve]y
subjects all comp tmg sellers' of * propaml ‘to’ habrlity for ‘con-
trlbutory mfrmgement ‘As the Court recognizes, ante; at 38
if this econduct is‘not deemed patent misuse, respondent will
require” the' ability “to eliminate: competitors and thereby to
control ‘the” market” for: propaml even though propaml i8
unpatented unpatentable and’in’ the pubhc domain > This
wonld’ permit an even more complete exténsion of the’ patent
‘monopoly to a market, for umpatented ‘iraterials then would
result from a patentee § attempts to control’ sales“of staples
that' have substantral a,lterna,twe uses outsrde of the patented
process. e

by o

1
Desprte the undoubted exclusronary n‘npaet of respondent’

conduct on the market for unpatented.ipropaml the Court
‘holds that such_conduct no longer. co tes patent’ misuse
solely because of congrcssronal ena,etrnent of 35 U.8.C § 271
Seetion 271 ;ig_no, stranger to this Court. : Our prevroue at—
tempts to eonstrue thrs statute have been guided by, the prin-
ciple. that. “we should ot expand patent rrghts by overrulmg
or modrfyrng our prlor cases construrng ‘the patent stetutes

_ee doetrme apphed ‘to patentees attemphng to control nonstaple
1terns Yet a[[ of the authorities the. Court cites are pre-B. B, Chemical,
‘and it is- apparent that in B. B. Chemice as in- Mércoid, the: Court
“t¥eated staple’aid ‘ronstaple materials alike insofar: as: patent misuse .was
concerned. It is especially interesting that: the Court cités.J. C: Kerguson
Menufacturing Works v. American Licithin Co., 94 F. 2d 729, 731 (CAl),
cert. denied, 304 U. 8, 373 (1938), as a decision supporting the napplica-
bility of the misuse doctrine to efforts to eontrol nonstaples. - That case

‘was a'decision by-the Court.of Appealg for the First.Circuit and- the same

Court. of Appeals in_B. B. Chemigal -expressly.-indicated’ that its decision
inJ.'C. Perguson didl not imply- that the. patent misuse doctrine was

.inapplicable to a-patentee’s efforts"to controt nonstaples. 117.F. 2d 829,

834-835:(CAY1 1941}, . In B. B. Chemical the Court. of- Appeals held that
the patent misuse doctrine applled to nonstaples as well as. stap]es a.nd
-this Court affirmed.:: ;

w8 Respondent's eﬂ'orts to use 1ts prooess patent to exclude, in effect pro-
pdml from the public: domain.are particularly. ironic beequse in prior liti--
-gation respondent stccessfully. maintained, when sued for infringement, thet
propanil was.yapatentahle for tack of, n‘oyeity ,_Mofwrmtq Co. v. Roi_rm &
Haos Co, 456 F. 2d 592 (CA3 1972). R




unless- the argument for expansion of priv 1}ege is based on
- more than mere ‘inference - from’ ambigucus statutory lan-
guage.” Deepsmrth Pucking Co. v Laitram Clorp., 406 TI0'S.,
at 531 “[Iln-light of th Nation's historical antipathy to,
monopplv.” we have. concluded -that” “[w]e’ would require s
clear and ‘certain signal from Congress hefore approving the
position of a litigant who, as respondent here, argiles that the
beachhead of privilege is wider, and: the area of public use
narrowcr, than courts had previously thought.”. = Id., -at 530,
531, These prineiples are not less apphcsble to s.nd should
. resolve the statutory question presented in' this ease, because
a8 the. Court concedes, the language of § 271 (d). does not it-
gelf resolve. the questlon and because nothmg in the Ieg1slat1ve
materials to-which the Court is forced to ‘turn- furnishes the
necessary ev1dence of congressional mtentlon 8. i
Sectron 271 {d) provides: o

“No patent owner otherwise entltled to rehef for, mfrmge—

" ment or contributory lnfrmgement of a patent shall be
denied relief or- deemed gullty of .misuse or illegal exten
~'., sioni of the patent right by reason of his havmg done éne
" or'more of the following: (1) derived revenie from acts
L -whlch if performed ‘by angther thhout his. consent wonld

" constitite’ contrlbutory mfrmgement of the patent;

~ (2) licensed of authorized ancther to perform acts which
. if performed w1thout his' consent would” constltute con-
o trlbutory mfrmgement of the’ patent; (3) sought to én-
force his patent rlghts sgamst 1nfrmgernent or contnbu-

- tory 1nfr1ngement wot

The plam language of § 271 (d) 1nd1cs,tes that respondent’
. conduct is not. immunized from apphcatlon of, the patent rms-
- use. doctrine. . The statute merely states. that respondent may
(1) derive revenue from sales of unpatented propanll {2) fi-
cense. .others to sell propsmI and (3) sue uneuthorlzed sellers
of propanil. “While none of these acts can be deemed patent
misuse. if . respondent is “otherwise entJtled to relief,” the
statute, does not state that respondent may exclude all com-
petitors. from the propani] market by refusing to license all
those who do not purchase prop&ml from it. This is the
very conduct: that constitutes patent misuse under the tradl-
tional dcctrme thus the fact that reSpondent may have en-
gaged in one or more of the acts enumerated in § 271 (d) does
not preclude its conduct from being deemed patent misuse.
" The Court of Appeals conceded that the ‘foregoing"would
be “a plau51ble readmg” of the statutory language, 509 F, 2d,
“nt 689, yet it cho stead to 1nterpret subsection (d)(l) as
grantmg respondent ithe “right’ to exclude others and resérve
. to atself, if it chooses the right to sell nonstapIes used sub-
stantially only in'its mventxon Id., at 704. The’' court
hased this conclusmn on’ the” res.somng “that “the’ rlghts to
11cense another 1o selI [nonstsple] unpatented jtems would
' be renderéd worthless if the only right conferred by (d)(l)
‘were the right to. seIl the item as one compet:tor among many
freely competing.”. Id., at 703, This reasoning not only ig-
nores the fact that royalties may be collected from competitors
‘gelling unpatented nonstaples who st111 must obtam hcenses

~& Although the Court acknowledges that we previously: have. construed

§271, ante, at 62-46, it ignores. the principles of statutory -construction fol-
‘lowed in those cases apparently: because the cases did not involve the pre-
-gise que‘-tlon presented in-this case.” " The Court fails to expliin;. however,
“whyv ' the need for “a clear and certam sng’nal from Congress s sn) less'
-urgent in thiz ease.

"*The Court of Appeals noted not only that pehhoners lnferpretat;un
“of §271 was “plausible,” but also that it is supported by numierous”com-
‘mentators, that “the Iegrsl'mve history "[of§271]"is mot crystdl’ clédr,”
“&nd that this -Court’s subsequent construcfion of §271 “cut agamst” rts
reading of the statute; ™ 589°F 2d, at 689, 703, 705—-706 and n. 29

from the patentee,® but it also. is fund‘arnentally inconsistent
with the congressional policy “to preserve.and foster competi-

" tion” in the sale of unpatented materials, 4 policy that, as we

have: recognrzed survived enactment of §271. Deepsouth

' Packing Co.'v. Laitram Corp.; 406 U. 8., at:-530; Aro Manu-

facturing Co. v. Convertible Top Replacement Co.; 365 U..8.

- 336 (1961) (dro.I); Aro Manufacturing Co. v. Convertible

Top Replacement Co.; 377 U 8-476-(1964) (Aro IT). Sub-
section (d)(1) lesves respondent free to “derive -revenue”

- from sales of propanil without tHereby béing deemed guilty

of patent misuse; but it does not' free respondent to-derive
monopoly profits from the sale of an unpatented product: by:
refusing to license competitors thst do not purchase the unpst—-
ented produet from it® "

The Court acknowledges.that respondent refused to l1cense
others. to- sell propanil, but it observes that-“nothing on the
face of the statute requires it to.do so.” Ante, at 39; cf. ante,
at 62-63. As much could be conceded, but it-would not follow
that respondent is:absolved from a finding of patent misuse,
Section 271 (d) does not define conduet-that constitutes. pat-
ent misuse; rather it simply outhnes certain conduet that is
not patent misuse. Because the -terms of the statute’ are
terms of exception, the absence of any express mention of 3
licensing reqmrement does not indicate that respondent’s re-.
fusal to license others is. protected by §271 (d) Thls much
geemns elementary.’”

‘Nor does the leglsls,twe hrstory of §271 (d) mdlcste to me

that Congress intended’ to exempt respondent’s conduct from
‘application of the ‘patent misuse doctrine, ~This Court has

already addressed this subject:and- there is at least s rough
consensus on the -impetus for the congressional getion. - In
Aro I, supra; ‘at 492; we held:that “Congress enacted: § 271
for the express purpose of reinstating the doctrine of contrib-
utory infringement; as it had been: developed by decisions prior

“to Mercoid, and of overruling:any blanket invalidation of the

doctrine that could be found in -the Mercoid opinions.. - See,
e g, 351 8. C. §§ 271 {¢); (d) ; Hearings [before SBubeom-
mittee: No 3 of House Jud1c1ary Commrttee on R, H 3760

" 8 Beeause respon‘dbnt may collect"royalties on these licenses, the ri'ght'to
license competing sellers of propanil i not without economic value: In any
event, even’if:it-is :more efficient or more profitable for.respondent. to col-
lect its retirns by exacting monopely. profits from thesale of propanil, this
does not justify extension of: the patent-mobnopely to-the market. for-unpat-
ented materials. - B B C'hemwal Co. v. Elhs, 314 U S s.t 498; seen: 1
suprg.

® Like the Ccurt of Appeals thls Const conc!udes that desplte the
silence of the:statdtory langnage, § 271 {d) must “effectively confer upon
the patentée, as a-lawful adjunct of his patent rights, a mited- power: to
exclude others. from corapetition in nonstaple goods.” - Ante, at 38. . While
it recognizes -the anhcompetrtwe impact of such 2 holding, the Court
bages its conclusion on the' assertioni“that the patentee’s “power to demand
rcyaltles from ‘others for the prwnlege' of selling monstaple: jtems itself
implies that the pateritee may- contiol the matket: for:the nonstaple good;

otherwise, his “right’ to.-sell licenses-for- the ‘marketing -of ‘the- nonstaple

- good would be meaningless, since no one would be willing: to.pay. him for

a supeifluous authorization.” -Ibid. T fail to ses, however, why a license
to practice-a patentcd process would‘in any sense be ° “superflucus,” for,
as'I have said, cofupetitors selling. propanil would still be-required to
obtain patent licenses from respondent: The fact that royalties.'could
bé collected on -such licenses might have some effeet. on the propanil
market, but it dees: not follow:that-respondent may: refuse to’grant-any
licenses, thereby-exeluding all competitors from the propanil;market.

10 The fact that respondent may not' refuse to license compet:ng sellers
‘of propanil who do not purchase the prodiet from it is not incensistent
with the hotion-that a’patent holder is frée to suppress his invention or
10 reserve ‘it entirelv to himself. " Respondent may discontinue all sales
‘of propanil and 4l lirensing of jt= patented process and yet itself continye
“to-se’ propanil inithe pafented proress without heing guilty of - patent
‘misuse. - But:it may not sell propanil to others, thus granting them patent
“licenses -by operation of law, while refusing to-livense competing: scllers
of propanil, thus- effectively excluding' them from' the market. -/

'thelr oﬁ'ers to -l1cense thls‘Court'demed rehef on the grounds

.of this dec1s1on together Wlth those wh1ch have preceded, . it,
s to limit, substantral]y the doctrlne of contnbutory mfnnge-

82d Cong., 1st;Sess. (1951 Hearings}], at 159, 161-162; and
the Aro I opinions of Mr. Justice Black, 365.U. 8., at 348-349,

‘and nn..3-4; Mr. Justice Harlan, rd,:at 378..n. 8;-and Mr.

Justice BrENNAN, id.;:at’ 365-367." As Mr. Justice Black
stated in Are I, § 271 (d).“was designed specifically to prevent
the Mercoid case from being interpreted to mean that any
effort to enforce a patent against a contributory infringer in
itself constitutes a forefeiture of pa,tent rrghts ” 365 U. S at
349, n. 5 (Black, 7., coneurrmg)

. As these passages. indicate,, and .as all parties sgree the

’ 1mpetus for. enactment of 5271 was this Courts decrsmns in

the: Mercoid. eases. Each case involved a sult by the owner
of a comblnatmn patent seekmg rellef for contnbutory in-
fnngement agamst a_company. that had sold an unpatented
s,rtrcle useful only 1n connectlon w:th the patente in

that the patentees were misusing the1r patents to extend the
scope of the patent monopoly to unpatented art1cles useful
only in connect]on with the patents, Justice Douglas speak-
ing for. the Court in: Mercotd I, concluded ths.t "[t} 1e eresult

ment tht residiuum, may- be. left we. need not stop to__‘con-
sider.” . 320 U. 8., at 669, .
In- Ilght of -the. Court’s suggestron that the doctrme of con—

-tt‘rbutory= mfrlngement Jnight not have survwed M ercozd g,

there was “[¢]onsiderable., doubt and confusron as, to- the scope
of contributory Infrmgement "H, R Rep. Ne, 1923 82d Cong .
2d: Sess., 9.(1952); . 5. Rep. No. 1979 82d Cong 2d Sess 8
(1952)., Thrs confusion was understandable because. the Mer-

. cotd dEGIBIOI]S for.the first time-had applied. the patent misuse

doctrine” to: situations where -contributory. infringers had re-

Jfusedto accept patent licenses that were not, conditioned on
the purchase of unpatented materials from the patentee.. As
-was Indicated in Aro I, supra, at 492, the express purpose for

the legislation was to reinstate the doctrine of eontributory in-
fringement that existed prior to Mercoid and to overrule any
implication that Mercoid made the mere act of suing for con-
tributory infringement a form of patent misuse.

The Court nevertheless follows a course quite at odds with
the court’s pricr approach to the construction of § 271. Con-
ceding that the language of the section will not itself support
its result, the Court tuins to the legislative history of -the
section. It ‘discovers nothing favormg its position in the
committee reports, the floor debates, or.in any materials origi-
nating with the legislators who sponsored or managed the bill
or who had any other intimate connection with the legislation.
The Court is left with the opinions of private patent attorneys

‘as to. the meaning of the proposed legislation and with the

hearing testimony of representatives of the Department of
Justice opposing the bill. We have generally been reluctant
to rely on such citations for definitive guidance in construing
legislation; ** and we should not do so here, particularly when
it means departing from the standards announced in our prior
cases for construing the 1952 legislation.

However that’ may be, the testimony of the patent attorneys
givenin committee hearings does not support the Court’s broad
holding that Congress intended to give patent holders com-
plete control over nonstaple materials that otherwise would
be in the public domain. " Section 271 (¢} does declare that

licenses, but the

selling a maierial or apparatus for use:in:practicing a patented.
process; constituting:a material part of the invention, Jknowing,
that:the material or apparatus.is especially made;or especral]y:_

adapted for.use in an infringement of such patent. is.contribu-.
tory: infringement,.so. long. as the material or- apparatus is.not,
& staple article or.commodity of commerce, - Making or sellmg
nonstaples especially made. or adapted for, use dn.practicing.a
patent. is. contributory. mfrmgement but making: or selling,
staples is not; however useful in: prsctlcmg a patent.” But
it_does not: follow that the patentee. is _never; subject . to the
defense.of patent:misuse when he seeks to. control the sale of
a, nonstaple used in.connection with.his patent... Sectlon 271

(d). specifies. precigely what gets he. .may’ perform Wlth respect
to the.nonstaple and not be gu1lty of patent.misuse, As the
principle witness on.whom the Court: relies explamed these
acts-were specified as exeeptions to.what- otherw1se might have
been consldered patent- mlsuse under the Mercocd decrsmn

1951 Hearmgs, at 161-162, ;

- /The Court-offers little to support its pos1tron ths.t § 271 (d)
wag-intended to-put nonstaples complétely beyond the reach
of the’ misuse doctrine. Otherwise; § 271 (¢) “could“simply
have stated that the patentee could havehis approprla,te rem-
edles agsmst contrlbutory infringement as: defined in thé sec-

‘tlon ‘without regard' to”the defense of patent misuse. Of

course, this ig precisely. the result the Court arrives: at, but

_this- extends the; exemptlon far. beyond what the., commlttees

were told §271 (d) would effect, Ihdeed the representations

‘were that asrde from the exemptlons spelled out In §271 (d)J

It is also apparent that the pnvete patent s,ttorneys under-

-stood “the 19527 Act’ as not destroying the ‘defense ‘of patent

mlsuse hut as conﬁmng the defense to 1ts pre Mercozd reach

connectlon with & nonstaple article but lcft open whether the
same-would be true if licenses. were: available to- but were re-
fused - by the alleged mfrlngers In Mercoid, a$ the patentee
“in that- case -emphasized in its brief- here;: Brief for: Mid:Con-
tinent, 31 39, the’ defenda,nt-mfrmger had’ repeatedly refused

urt, nevertheless held that thi
fense barred rehef To this. extent § 271 overturned M ercord’
and intended to arm the patentee with the power to sue uhli-
censed eontributory infringers selling nonstaple components
used in connection with the patented process. But I do not
understand the committee witnesses, when pressed in the 1951
hearings. to suggest that § 271 (d) authorized the patentee to
condition the use of his process on purchasing the unpatented
material from him and to exclude from the market all otlier
manufacturers or sellers even though they would be willing to
pay a reasonable royalty to the patent owner: For example,

"after listening to the witness, a member of the committes

stated: “In other words, all [§ 271 (d)] says is that bringing
an action against someone who is guilty of contributory in-
fringement is not a misuse of the patent.” The witness's
response was: “That is true.” 1951 Hearings, at 169.

I have no quarrel with this reading of § 271, but such read-
ing falls far short of insulating the patentee from the misuse
defense when he refuses licenses to competing manufacturers
of an unpatentable nonstaple and -conditions use of his pat-
ented process on the user buying the nonstaple from the
patentee itself, thereby employing his patent to profit from

18 d& E Contractors, Inc. v. United States, 406 U. 8. 1, 13, n. 9 (1972).

12 8ection 271 (c)’s limitation of the contributory infringement doettine
to sales of nonstaples does not establish that the exemptions contained in
§271 (d} are relevant only tc infringement actions against sellers of non-
staples. for §271 (d) is equally applicable to mfrmgement actions brcught
under § 271 (b}.




‘the manufactars  and sale of ‘an article in'the public domain.
This was patent thisuse before Mercoid, and T fail to find con-
Wineing- evidénce in the congressional. m&terlals to indicate
that ‘Congress mtend_ed to overturn the prior*law in this re-
spect - It-is ‘apparent, that the Court overstates'the 1egis1a-
tive vecord when it says, ante,-at 61, that"Congress was told
not only that contrlbutory mfrmgement would be confined to
honstaples’ but? ‘that § 271 would exempt the eontrol of: such
goods from' the stopé of patent misuse. T find no statement
such as this among: those-quoted or cited by-the Court?#

T should add that éven if the applicability of: the patent
mistge doctrme to nonstaple materials was not sett,led until
Mercoid, overturhiilg Mércoid where the: mfrmger refused a
Ticense, would ot résolve the case where, as'here, the patentee
‘refuses licenses to others and resérves tocitsélf the entire
market for ‘the unpatentable; nonstaple article: lying in-the
public domain. It may be true, as the Court emphasizes, ante,
at 31, that the concepts of contiitbutory infringement. and
patent misuse rest on.antithetical foundstions; but it doesnot
follow that the price of their coexistence inevitably must-be
-the ‘wholesale suppression’ of competltlon in the markets for
unpatentable, nonstaples. .

The.Court. offers reasons of pohcy for ity obvmus extensmn
-of patent monopoly, but. whether to stlmulat.e reﬂearch and

33 The ‘fact that the'§ 271 was fiot inteded to work a major repeal of
‘the patent misuse doctrine:is- reflécted’ in "the treatment” the- legislation
sreceived on the floor -of: the House and: Sehate. As the Court-of Appeals
recognized, thers was no debate on the House floor and scapt comment in
‘the Senate. Just prior to ‘the Senate vote, Senator MCCarmn chau'man
‘of the' Judiciary Cotnmiftes that had ‘been responsible’ for the bsll in the
Senate, was asked by Senator Saltonst_all “Does thé bill change’ the Law
in any way ‘or only ‘codify the present -patent Jaws?"- Semator MrCarran
-replied, “It codifies the present patent laws.”: .98 Cong..Rec. 9323.. Al-
though Senator, McCarran. later referred to the ; idesire o cIamfv con-
fusion that may . have arisen_ from Mercoid, ibid., there was vo indication
‘that the leg;lslatlon wou!d work a. mB.jDr repeal of the pntent mISUSG
doctrine. .

15 The Justics* Depaﬂments onhosition to congressmnal enactment of
§271 ‘does mot indieate that the statute was intended. to immunize - re-
-spondent’s conduct in this case. “[W]e have often: cautioned against the
: danger, when interpreting a. statute, of relianes .upon the views of its
legislative opponents.: In thelr zeal.to defca.t a bill, they understandab]y
-tend to overstate its reach n Nucumcu! Labor Relatwns Board v. F?‘ulfr &
Vegetable Packer.r Local 76‘0 377 U S 58 66 (1964) B ;

development in-the chemical field it is necessary to-give pat-
entees monopoly ‘control over articlés not covered by théir
patents is‘a question for- Congress to ‘decide, and I would wait
for that body to speak more clearly tha.n it has :
Accordmg}y, I respectfully dlssent B R

.MRr. JusTICE 'STEVENS, diseenting. _ . .
“'Thig'patentee has offered no licenses; either to competing

“sellers of propasil-or to consumers, except the implied: license

that is 'grahted with every purchase of propanil fromit,
Thus, every I:cense granted under this patent has been con-
d:tmned on the purchase of an Urlpatented product from
‘the patentee "This.is & classic cas¢ of- patent misuse.’ Ae
.ME, JUSTICE WHI’IE demonstrates in his dlssentmg opinion,
nothmg in 35 U. 8. C. § 271 (d) excludes this type of conduct
from the well-estabhshed misuse doct.rme

The Court may have been led 1nto reachlng the contrary,
and i m my v:ew erroneous conclusxon by the particular facts
of thla case " It appears that it would not be partleularly
proﬁtab]e to eprmt this patent,. by grantmg express licenses
for ﬁxed ‘terms to users of propanil or by grautmg licenses
o competmg sellers, Under thesé c1rcumstances ‘the pat-
ent may . well have little or no commercial va,lue unless the
patentee is permltted to eugage in patent misuse. ~But surely
this is nof, 2 good reason for mterpretmg § 271 (d) to-permit
such hisuse. Fer the logic of ‘the Court’s” holding” would
“seém to 3ust1fy the extenigion of the patent monopely -t un-
patented “non-staples” ‘even” in ‘cases in which the patent
“could be profitably exploited without misuse. - Thus, for ex-
ample, it ‘appears that the Court’s decision would” allow a
manufact.urer to condition' 2 long-termlease of &' patented
“piece” of equxpment on the lessee’s dgreement . to' purchase
tallorma.de—-wz e. nonstaple—supphes or’ components for use
with the- equlpment exclusively from the patentée. - Whether
“all'of the five'Members of the Court whio have Jomed today’s
‘revision of § 271 (d) would apply their “nonstaple’ exceptlon
‘in such &’ case remaijrs-t6'bé seen. - In all events, I réspect-
“fully ‘dissent” forthe Teasons stat.ed in MR JUSTIOE WHITES
opmlon wh1ch I ]011’1 : - BN
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