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IN THE
Supreme Court nf the United States

" QcToBER TrRM 1979

- No. 79-669

DawsoNn CHEMICAL COMPANY,
CrYsSTAL MANUFACTURING CORPORATION AND
Crystan CHEMICAL CoMPANY, Pelitioners

V.

Roum axp Haas Company, Respondent

MOTION OF SOCIETY OF UNIVERSITY PATENT
ADMINISTRATORS AND THE COUNCIL ON
GOVERNMENT RELATIONS
FOR LEAVE TO FILE A BRIEF OF AMICI CURIAE

The Society of University Patent Administrators,
Ine. (SUPA) and the Council on Glovernment Rela-
tions (COGR) respectfully move this Court for leave
to file instanter the acecompanying brief in this case
amici curiae. The consent of the attorney for the Re-
spondent has been obtained but the attorneys for the
Petitioners have refused to consent to the filing of a
brief by the amici here. The motion for leave to file
the Brief and the Brief are submitted on behalf of -
the Council on Government Relations, which is sup-




i

ported by 119 leading’ research uﬁiversi_ties, and the
Society- of University Patent Administrators; which
is a ‘professional society of individuals each of whom'

has some responsibility for admiinistering inventions

and patents in connection’ with some university and

which counts approgimately 120 members connected

with over 90 separate universities.

) Many: of the i_ns’ﬁtufions of higher edlieatibn Wh_Q- '

have representatives in or which are directly connected

with the movants are involved in transferring tech-

nology generated during the course of research con-

ducted at such institutions to the public for its use

and benefit. Since most of the inventions generated

within the university ‘sector arise from the basic re--
search function earried out at those institutions they -
tend: to be embryonic in nature and, therefore, require -

significant additional dévelopment by private parties
to convert them to a form in which they are acceptable
and useful to the public. The incentives- provided by
the patent system through licensing permit the uni-

versities to engage a ecommercial “partner’’ willing to

expend the high risk capital necessary to the transfer

of the embryonic university technology to the market-

" place.

novation in the United States will be clearly apparent

from the- 1978 figures” available from the National

Science Foundation. In that year; of the six billion
dollars spent’ for basic research in this country about
three and one-half: billion dollars' (59.29,) was spent

on research performed at the universities, In that same
‘year, of the total research and development expendi- -
ture ‘of 47.4 billion dollars in the United ‘States about

5.9 billion (12.6% ) was spent at universities.

The significance of the universities’ presence in in-
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The presence of the universities in innovation is even,
more significant when- one is aware that the govern-
ment supplies by far the major portion of the basic.
resee-u:eh funds at the universities and that 119 wni-
versities which are represented on the Council on Goy-
ernment Relations, one of the amiei in this Brief are.
the recipients of about 909, or approximately three
billion dollars, of the funds made available to higher
edu-catlo'n through contracts and grants for scientific
activities. ' o o S o

It must be presumed that government. research dol-
lars are made available in the 'e_xpectation of not 'only
developing basie knowledge, but also in the expect'ation'
that funded research will lead to. products, p'roéesses
and technigques which will be useful and acceptable in
all or ];_)art of our society to improve the well—_b'eing of
the society in general. It must also be presurﬁed,'. based
upon the experience of many years at many universi-
ties, that the patent system is the key to the conversion
of scientific knowledge into production benefiting
human welfare. -

Substantial numbers of the members of the Couneil
on Government Relations and Society of University
Patent Administrators are engaged in efforts to trans-
feI: the. results obtained. from basic research at the
umversities to. the publie, through licensing- arrange-
ments with. commercial .companies who accept the re-
spopsibility, including the investment of substantial
capital at high risk, for developing.the inventions.
Such arrangement must, of course, be made under a
sound patent position which has been established by or
on behalf of the involved university since, by the very.
nature of their operation, universities'- do ot 'engagef

1n trade secret practices. Numbered: among such pat-
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ents ‘are many in which the ¢laims are cast in the

same form as those in the patent at issue ‘before the

Court where a chemlcal entity is known and not pat-
ented but where a particular use of such chen:ueal is
the sub;]eet of the patent.

The Department of Justice has recogmzed that some
kind of exclusive right may be necessary to insure that
- a firm will make the often risky investment that is
riecessary to bring an invention into production and
develop a market for it. For this reason Deputy Assist-
ant Attorney-General Ky P. ‘Ewing Jr., testifying on
8. 1250 before the Subcommitiee on Selenee Tech-
nology and Spaee of the Senate Commitiee on Com-
merce, Science and Transportation,* supported the
granting to universities and small businesses of title to
patents resulting from research sponsored and paid
for by the Federal Government as consistent with the
recent recommendations of President Oarter on gov-
ernment patent polley

Although the Council on Government Relations and
Society of University Patent Administrators have no
direct. business interest in the outeome of the case

before the Court, these orgamzatmns, on behalf of the.

universities which are represented in their member-
ship, and on behalf of the public and the funding gov-
ernment agencles as well, are vitally concerned that
the law made in this case should not discourage the
transfer of technology and the major investments in
development required for the private sector to bring
the results of basie research conducted at the universi-
ties with both public and private funds fo the pubhc
for its-use and benefit.

* Testimony of Ky P. Bwing Jr., November 21, 1979 at 16-17.

V.

In the light of the foregomg facts and comments 1t
is the considered opinion of the movants and  their
membership that the issue before the Court in this case |
has far reaching public mterest nnphcatlons It 1s also
the concern of the movants that the expressed con-
siderations may not have been known to or considered
by the parties to this case in their respeetive brlefs and
arguments. Accordingly, SUPA and COGR present to
the Court this petition for leave to file the annexed-
brief amici curiae instanter. = '

Respectfully submitted,

TiMoTHY L. TILTON, ESQ.

TiLToN, FaLLoN, LUNDMUS
. & CHESTNUT :

209 South LaSalle Street
Chiecago, Illinois 60605

Counsel for the Soczety of —
University Patent Admzmstmtors

and Council on Gov ¢ 4
Of Counsel: ErRIREN. R(_’/_lq ons

Howarp W. BREMER, EsqQ.
P.O. Box 7365
Madison, Wisconsin 53701
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CrysTAL. CHEMICAL CoMPANY, Petitioners

V.
Roam anp Haas Company, Respondent

On Writ of Cerfiorari to the United Staies
Cour} oi_A_p'peals for the Fifth Circuit

BRIEF ON BEHALF OF THE SOCIETY OF UNIVERSITY
PATENT ADMINISTRATORS AND COUNCIL ON
GOVERNMENT RELATIONS AS AMI_CI'CU'RIAE '

INTEREST OF AMICI CURIAE

" The Society of University Patent Admmlstrators,
Ine. (SUPA) and the Council on Government Rela-
tions (COGR) are connected with colleges, universi-
ties, and associations for higher learning in the United
States. The character of SUPA and COGR and their
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interest in the question of law presented by this case.

are explained in. their Motion for Leave to File-a
Brief as Amict Curiae, to which this Brief is annexed.

‘SUPA and COGR, because of their experience with
the licensing of university and other institutional pat-
ents, strongly favor an affirmance of the decision here-

in by ‘the Court of Appeals for the Fifth Circuit. It -

is believed that a reversal of that decision, with a rein-
" statement of the contrary decision by the District
Court, would seriously interfere with the transfer of
technology embodied in university patents to private
companies for further development and commerciali-
zation. Experience has shown such fechnology trans-
fers almost invariable require the incentive of an ex-'
clusive license. This case is viewed as presenting a
fundamental question with respect to patent exclusi-
vity, which may not be fully covered in the other
Briefs submitted herein favoring affirmance.

" QUESTION PRESENTED

‘Whether patent exclusivity for a process employing
a product which is a non-staple not suitable for sub-
stantial noninfringing use extends to . unauthorized
sale of the non—staple product for use in the patented
proeess

ARGUMENT
L 'l‘he Na!ure oi the Patent I-hght

A patent is a eonstltutlonally vahdated grant con-

ferrmg on inventors (and patent owners by asmgm
‘nent) the right to exclude others from  practicing
their 1nvent10ns, and the eonstltutlonal purpose under-

lying the patent ‘system is to promote the progress. of- _
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- the ‘useful arts by rewarding the inventors:with: the.

power to exclude. See U.S.-Const. Art I, § 8. An in-
ventor or patent owner does not have to lcense his
invention, nor is he required to make any use of it
whatsoever. Continental Paper Bag Co.. V. Eastern
Paper Bag Co., 210 U.S. 405 ( 1908). By statute, every
patent is ‘““a grant to the patentee .. . of the right to
exclude others from making, using, or selling the in-
vention throughout the United States’’, 34 U.S.C. § 154.

Il. The Scope of the Patent Right {o -Bxelude :
Pursuant to Section 112° of the Patent’ Laws,’ a

. patent is required to conclude with one or more claims.

1t is the function of the claims to define the invention
80 as to distinguish it from the prior art. More specifi-

- cally, it is the claims whieh must delineate the novel

and unobvious features of the invention, thereby
satisfying the requirements of Sections 102 and 103.

The claims of a patent are also the starting point
for determining the scope of the patent right to ex-
clude with reference to an alleged infringement. As
stated in the leading Supreme Court case on the de-
termination of patent infringement: ‘‘If accused mat-
ter falls clearly within the claim, infringement is
made out and that is the end of it.”” Graver Tank Co.
v. Linde Air Products Co., 339' U.S. 605 (1949). How-

! The specification .shall eonelude with one -or more elaims par-

* tienlarly pointing out and distinetly claiming the subject matter

which the. applicant regards as. his invention. A elaim may be
written in independent or dependent form, and if in dependent
form, it shall be construed to include all the hmltatmns of the’
elaim ineorporated by reference into’ the dependent elaun L

2 All references herein to statutory seetmns are to the Patent Act
of 1952, 35 U.8. C §§ 100-293. ~
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ever, as pointed out in the same decision, the secope of
the patent extends beyond the claims. In the final analy-
gig, the scope of the patent is determined by the law of
infringement, and by the relief obtainable in a Federal
Court against an infringer. This 1nc1udes not only the
right to damages under 35 U. S.C. § 284, but also, and
even more importantly, the right to injunctive rehef
Section 283 provides that injunctions in patent cases
shall be granted “‘to prevent the violation of any right
secured by patent’’, Further, certain of the important
. rights seeured by patent are now defined by Section
271 of the Patent Act of 1952.°

2§ 271. ‘Infringement of patent -

" (a) Except as otherwise provided in this title, whoever without
authority makes, uses or sells any patented invention, within the
United States during the term of the patent therefor, infringes the
patent,

(b Whoever aetwely induces 1nfr1ngement of a patent shall be
liable as an infringer.

(¢} Whoever sells a component of a patented machine, manufae-
ture, combination or composition, or a material or apparatus for
use in- practicing a patented proeess, constituting a material part

-of the invention, knowing the same to be espeeially made or espe-
cially adapted for use in an infringement of such patent, and not
a staple article or commodity of commerce suitable for substantial
noninfringing use; shall be liable as a contributory infringer.

{d) No patent owner otherwise entitled to relief for infringement
or contributory infringement of a patent shall be denied relief or
deemed guilty of misuse or illegal extension of the patent right by
reason of his having done one or more of the following: (1) de-
rived revenue from aets which if performed by ancther without his
congent would constitute contributory infringement of the patent;
(2) licensed or authorized another to perform acts which if per-
formed wlthout his econsent would constitute eontributory. infringe-
ment of the patent; (3) sought to enforce his patent rights against
infringement or contributory infringement. -

5

II. Infringement Ouiside the Literal Claim Language But Inside
the Paient ngh! to Exclude L

The ambit of the patent r1ght to exclude 18 not hm-
ited to literal infringement of the claims. There are
two prineipal kinds of infringement which represent

- an extension of the claims, but, which nevertheless, are
inside the patent right to exclude. These are mfrmge-

ment- by equivalents * and contributory infringement.

The doctrine of contributory infringement arose as
a necessary corollary for protection of the exelusivity
of the patent. It was an expression of the old common

‘law doctrine of joint tort feasors, making jointly liable

with the direct infringer of the patent one who aids
or abets the wrongful act of infringement. 52 Am. JUR.,
Torts, § 114 (1944). The acts of the party guilty of
contributory infringement are outside the literal lan-
guage of the claims but inside of the scope of the
patent. A typical fact situation was one in which the
contributory infringer sold a component of a patented
combination which had no other use than in infring-
ing the patent, and the contributory infringer had
knowledge of this faet and therefore the intent to
cause the infringement was presumed. See, e.g., Leeds
& Catlin Co. v. Victor Talking Machine Co., 213 U.S.
325 (1909) [hereinafter cited as Leeds & Catlin).

After a period in which the eﬁéroac_hing doctrine of
patent misuse threatened to completely extinguish eon-
tributory infringement as an enjoinable offense',"the

* Infringement on this basis is determmed by the doctrme of
equivalents, which Is neeessary to ‘protect an invention ‘against
piracy. Graver Tank Co. v. Linde Air Products Co., 339 U.S. 605
(1949). As stated in that case: ‘‘The essenee of the doctrme [of

equivalents] is that one may not practice a fraud on a patent’’,
1d. at 607, 603. :
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“Patent Act -of 1952 in - Sections 271(b) and 271 (c)
reestablished the law of contributory.infringement of
a carefully defined basis. Acts of active inducement of
infringement are enjoinable under Section 271(b), but
the sale of a product for use in practicing a patented
invention -is enjoinable only when all of the condi-
tions of 271(¢) are met. Within the confines of these
two sections of the statute, Congress has approved the
policy considerations underlying prohibition of con-
tributory infringement, Mr. Justice Frankfurter called
it ““an expression both of law and morals”, and said
it ““is aceredited by legal history as well as ethies’”.
Mercoid Corp. v. Mid-Continent Investment Co., 320
TU.S. 661, 677, 678 (1944) (Frankfurter dlssentmg)
[hereinafter cited as First Mercoid]. Judge Taft
viewed the doctrine of contributory infringement as
being on a similar footmg as this court has pointed
out Wlth respect to the doetrine of equivalents, stating
that: ““Tf this helpful rule [of contributory infringe-
ment] is not to apply to trespass upon patent prop-

erty, then, indeed, the protection which is promised

the inventor is a poor sham.” Thompson-Houston
Electric Co. v. Ohio Brass Co 80 F. 7i2, 721 (6th
Clr 1897 )

IV. Some MISI.'ISG Decisions Have Erroneously Assumed That the
- Patent’ Right to Exclude is Sinctly Limited to the Lneral Lan-
guage of the Claims

" In Motioni Picture Patents v. Universal le'm M fg.
Co., 243 U.8. 502 (1917) it was stated that ‘‘the

scope of every patent is limited to the ‘invention de-
seribed in the claims”, and that the claims “‘so mark

whére the progress claimed by the patent begins and
where it ends that they have been aptly likened to the

7

description in a deed, - which sets the .bounds to: the
grant which it contains.” Id. at 510. Neither the doe-
trine of infringement by equivalents nor: the doctrine

~ of contributory infringement could exist at all if the

scope of the patent were strictly limited to the:literal

- language of the claims. The granting clause of a deed

does set the limits of the property, but this analogy is
misleading with respect to patent claims.

Justice 'Brande_is recognized the correet view in Car-
bice Corp. v. Americon Patent Development Corp.,

-283 U.S. 27 (1931) [hereinafter cited as Carbice]. Al-
_though applying the doctrine of patent misuse to pre-

vent enforcement of a patent, the continued viability
of the doctrine of contributory infringement was ree-
oguized. In referring to the holding of contributory
infringement in Leeds & Catlin, Justice Brandeis ob-

“served that ‘‘the case at bar is wholly unlike Leeds .. .

which . . . was an ordinary case of contributory in-
fringement.” Carbice Corp. v. American Patent De-
velopment Corp., supre, 283 U.S. at 34.

In TFirst Mercoid, Justice Douglés criticized the.

result of Leeds & Caitlin, and characterized the phono--

graph record, the sale of which had been enjoined,
as ‘‘an unpatented part of the patented phonograph.”

Mercoid Corp. v. Mid-Continental Investment Co., 320
- TU.S. 661, 668 (1944) (emphasis added). It is respect-

fully submitted that this use of the term ‘‘unpatented”’
should be understood as “‘labeling’’ to achieve a result.
It perpetuates the error of Motion Picture Patents,
supra, that the proper bounds of a patent are limited
to direct and literal infringement of the claims. -

Under Section 271(c), the sale' of -the phonograph

record by the defendant in Leeds & Catlin would be
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‘clearly an enjoinable offense, and, therefore, ‘perforece
within the statutorily defined scope of the patent. Even
the “residuum’’ of the doctrine of contributory in-
fringement, which Justice Douglas assumed to be lett
after First Mercoid, is necessarily an enforcement of
the patent outside of the literal language of the claims
and would inc¢lude a right to enjoin the sale of the so-
called “unpatented”” product for use in praecticing the
patented invention. _

V. Section 271 and the Function of the Law of Patent Iﬂ:inge_menl

The Constitution has assigned to Congress the pri-
mary responsibility for -setting up the patent system,
and fulfilling its dual purposes of promoting the prog-
ress of the useful arts and rewarding the inventor.
Graham v. John-Deere Co., 383 U.8. 1, 6 (1966). See

also, McClurg v. Kingsland, 42 U.8. (1 How.) 202- -

206 (1843) ; and United States v. Duell, 172 U.8. 576,
583 (1899). . - | !

Tn enacting Section 271 of The Patent Act of 1952,

Congress exercised ifs Constitutional authority to re-
establish the law of contributory infringement. The
acts of infringement proseribed by Sections 271(1))
and 271(¢) are enjoinable under Section 283, It there-
fore follows from the analysis set out above: that such
enjoinable acts of contributory infringement are within

the patent right to exclude. Section 27__1(_(3) clearly

defines the requirements for enjoining the sale of a
" product which is sold for use in a patented method or
combination: (1) the product (component or material)

 must be a material part of the invention; (2) the

alleged infringer- must know that t'he__j product is espe-
cially made or adapted for use in infringement of _t_l_;e
patent; and (3) the product must not be a staple article

9

. or commodity of: commerce ‘suitable for- substantial

noninfringing use. - o _ R
As previously developed in this Brief, it is the func-
tion of the law of infringement to protect the exelu-

" sivity provided by a patent. Congress has now decreed

that the sale of a produet, which is material to the
invention, which has no other use than infringing the
patent, and which is sold with such knowledge should
be and is the exclusive right of the patent owner. -

VI. Section 27l(d).Clearly States That the Acts Done by the Patent
Owner in This Case Are Not Misuse : :

Section 271(d) states that a pétent owner may prop-

_erly derive revenue from the sale of a produet which

has no other use than infringing the method or combi-
nation covered by his patent, and the patent owner
may properly license another to sell such a produet.
Further, the patent owner is authorized to bring suits
for contributory infringement to enforce the rights
protected by 271(b) and 271(c). In doing these things
the patent owner is acting within the statutorily de-

-fined scope of the patent right to exelude, and cannot
be deemed guilty of misuse of his patent. There is

simply no extension of the patent to which misuse law
could apply. ' "

Tt is true that a produet having no use other than -

infringing a patent does not direetly infringe the claim
of a method patent or a combination patent. However,
it is not the product per se that is within the scope of
the right to exclude, but rather the act of selling the

‘product when all the conditions of Section 271(e) are
‘met. It is this act of sale’ which'is enjoinable. In the
- present case, Rohm & Haas' sells propanil, a product.
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which has no other usé in than in infringing its method
patent, covering the use of this chemical for selective
inhibition ‘of ‘the: growth of weeds. In selling this

product; Rohm" & Haas is merely performing an act

duthorized by Section 271(d) (1), viz. deriving revenue
from the sale of propanilin such a way that if done by
another without its consent would constifute eontribu-
tory infringement under 271(c¢). Manifestly, its statu-
torily authorized right e derive revenue from such

sales would be destroyed if Rohm & Haas was com-

pelled to offer a license to any competitor who wanted
to sell propanil for use infringing the Rohm & Haas
patent. On the contrary, instead of being compelled to
grant such licenses, Rohm & Haas is entitled, as it has
done, to file suit for enforcement of its patent against
a contributory infringer who is violating Section 271

(¢), and to obtain injunctive relief under Seection 283.
| The fact situation involved in the present ease is not -
uncommon. It applies potentially to the large number

of chemical compounds for which no use at all has as
yet been found. More generally, it applies to so-called
‘“yse’’ inventions where the only direct infringers are
numerically numerous members of the public. Such
inventions can-only be commercialized by sale of a
product especially-adapted for use in the patented in-
vention. This situation comes up frequently in connee-
tion with inventivns made in university research lab-
oratories. Without the incentive of patent exclusivity

these inventions, for the most part; would ‘not be

developed and commercialized by private industry.

 University researchers, understandably, wish to

promptly publish the results of their research. In pub--

lishing, chemical gomppul}ds', which then are of un-

1

known utility, are dl'sc:losed? in the literature and be-
come part-of the. prior art. Since they have become

- part of the prior art, they ecannot be patented as com-

pou_nds per se. Frequently, further research develops
an important use for such a.compound of previously
unknown utility, a use having substantial public bene-
fit. Since there has been an earlier diselosure of the
compound itself, it is then impossible to obtain a patent
on the chemical compound per se; however, a patent
may be obtained on the specific use of the eompound.
In many such cases, if the investment necessary for -
‘commercialization of the compound is to be made, it is
mportant that the exclusivity provided by Section 271

(¢) of the Patent Act of 1952 be available; that is, that

the exclusivity prevent the utilization of the invention

by competitors in the sale of the compound for the
specific use. Unless this exclusivity is: available, the

“‘compulsory licensing” prospect will not provide the .

- incentive to attract the requisite resources to commer-

cialize the use of these compounds.

CONCLUSION

This case is believed to give this Honorable Court

-an important opportunity to clarify the proper scope

of a '.pa.tent. Both infringement by equivalents and
contributory infringement are outside of the literal

-__'lan_guage of the claims of a patent but should be re-
garded as within the patent right to exclude. It is the

law of infringement which defines the- scope of the -

- patent. The sale of an equivalent of a patented combi-

nation is_enjoi_nabl_e,_ as is the sale of a product having
1no use -othe.r than infringing the patent, providing the
other requirements of Section 271(¢) are met. The

prohibition of such sales is. therefore part of the ex-
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clusivity guaranteed by the patent grant. Such exclusi-
vity is the essence of a patent, and should not be eroded ' \
by an application of misuse considerations to product
sales which have been made en,]omable by 00ngres-
sional deeclaration. - . a o

- For ‘the reasons stated above the Judgment of the -
Fifth Circuit Court of Appeals should be afﬁrmed
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