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" ‘sor.research and development work -

S sunder Federal grants and contracts.”

The bill is modeled after legislation:

B that former Senator Bayh and'I spon--
- sored.in the 96th: Congress, :the Uni-
-versity'and Small Business Patent Pro-

cedures. Act-of 1980. ‘That landmark -

Senazte

By Mf boLE "(fbi? h'lhxséi’f'"m.'
-~ Laxarr; and Mr. DECONCINI): -
S.'2171. A bill to-amend title 35 of

" the United States Code for the pur-

_pose of creating a uniform policy -and

. -procedure concerning patent rights in

- --inventions developed with Pederal as-

~ . sistance,’ and  for ether purposes; to'-
7+ the Commitiee on Finance.

UNIFGRM PATENT PROCEDURES ACT OF 1983 .

‘As- we "are all painfully awa.re. the

lead ‘that -the United States has ‘en-

- joyed over the past 30 years in techno-
“logical innovation is under increasing..
.7 jeopardy as our international competi-
"-tors develop expertise in the research .
_and development skills essential to the
.~creation of new, high technology.in--
. ‘dustries. The last 10 years. in partiens -
-lar, have witnessed a-steady.erosion. of
_our competitive position in a number’
‘of important - fields: of -endeavor, in-
_cluding - automobilé ' ‘mamifacturing,
o production.-
7 \While we.embrace this ‘competition as.
... Hesalthy and to be desired, wé must’

electronics, " ~and - steel

nevertheless insure that our Govern-

-ment's - policies - encourage—not dis-

courage-the development -and wmar-

keting of invent:ons ma.de by Amer:-'
can enfrepreneurs. - :
.*" We have heard a lot of talk lately
- about the need: for -an industrial -

policy. To date, most oi this talk has
centered on proposals that I believe

- are unworkable at worst and highly
- speculative, at best—such as the cre-.
. ation of an industrial planning board
¢ . that would direct Government assist- -
-, ance to winning industries.

Yet, there are concrete, program-
specific measures that can be taken

qnow that we know will enhance Ameri-
. ea’s industrial competitiveness, One of .

those measures—embodied in the bill
introduced today—would be to unify,
and simplify, the patent procurement
policies of Federal agencies that spon

; .- legislation - reformed” agency -patent -

pmcurement procedures that apply to- -
- regsearch “and development contracts

_ __with universities and small businesses

““’in‘order to make possible greater-com- -
- mercizlization of the breakthrough in- -~ - -

.. ventions-that. often result from such - -
—arrangements. Prior to the passage’ of . .° ¢
~'that bill-now Public Law-96-517, uni- .

- versity -
“shown a steady decline. Now, such dis-
closures are up, university and- Indus- -
_try coilaboration is at an alltinme high,
‘and many new techmologies—such as

invention disclosures had

the recent gdvances in gene engineer- ;
ing--are creating hew opportunities -

. for econornic advancement while im-" .
: provmg the quality of life, ... -

- Mr. DOLE. Mr. "President, 1 ain"
. -pleased to send to the desk for appro-
v ..priate reference, on’ behall. 'of myself
~.77-and -Senators Laxart and DeCowcINi,

“’the Uniform Patent Procedures Act of
1983 This'legislation is designed toen--
v gourage’ the commercialization of in-
~ventions created pursuant to reseach -1
-and-development. work” sponsored’ by -
..’ the Federal Goverrimerit under grant
. or contraet; as such,’it is & diréct. re-’
|- sponse -to . the challenge posed to
... America's: economic future by-. fore:gn
-technological competition. -

“What the 1980 law accomp;aaned for’
um_versmes_and small -businesses, ‘this

new legisiation would accomplish for . o

all contractors with the Government;

regardless of size. It would end, once
-and-for ail;the frustrating bureaterat.
i maze which has hindered the raten-

tion of :patent discoveries by the pri--

vate séctor and thereby inhibited the "
“commereialization of those discoveries.

With ¢ the:Government now funding
apprﬂximately. T0 percent of the basic™ -

research done in the United States, we. -

can: no-longer tolerate the abvsmally = .-
-low rate of commercialization that ac-
companies Federal' ownership of new
“inventions, For exdmple: Compéred-to
a licensing rate of ‘33 -percent for umi-~
versity-developed inventions, the Gov:

ernment has licensed less than 4 per-.

‘cent ‘of inventions owned by it to the

private séctor for commercial use. This.
is primarily because of chaotic and in-

-efficient -agency patent procurement ‘
policies that strangle. mnmauon v.uh_ '
- redtape. - B

The bill I.smd to the desk. wcu!d :
eliminate this’ waste by allowing all -
contractors clear ownership of the in-

ventions -they make under Govern-

ment research . and development. con- .

tracts and grants, while protécting the”

legitimate rights of the agencies to use

‘the discoveries royalty free. In this .
- way, it’ would encourage the private

marketing of new discoveries and thus
stimulate innovation. QOf course, the
agencies would have the power to re-
quire delivery of title to patents to the

Government - where special - circurn- - -

stances indicate that such acuon is in -

‘the public interest.

This legislation is the end result ofa

. 25-year. effort to develop a uniform.

concise Government patent poliey. It
would -repiace the agency-by-agency
approach which prevails today with
one simple procurement policy Lhat

‘would emphasize private development

of new inverntions wherever feasibie,
Rather than attempting to create yet
another bureaucracy directing indus-
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try. in which politics rather than eco-
nomics would. inevitably be the
predominate concern, we should let
the private enterprise system do what;
it does best—produce new products.
and jobs that the public wants. and
needs. That is what this bill wouid.do,

Mr. President, I send to the desk for
inelusion in the Recorp at the conclu-
sion of these remarks a brief summary
of the bill's principal obiectives, a sec-
tional analysis, and the text of the leg-
islation. I ask that these materials be
printed in full for the use of my col-
leagues. As a member of the Judieciary
Subcommittee on Patent, Copyright,
and Trademark Law, I will be working
clgsely with the chairman of that sub-
committee, Senator MATHIAS, in orga-
nizing hearings upon. the legislation
and I will be working diligently for
early action upon it in the ne:xt sessmn
ef this Congrass.

Thank you, Mr. President, : .

There being no objection, the mate-
rial was ordered to be prmted in the
ReEecorp, as follows: -

SuMMARY OF UNIFORM PATENT Pnoczmmn

AcT or'1983 -

The'bill would standardize agency patent
procurement” policies and proeedures, and
encourage private seclor development of
new discoveries made under a federal re-
search and development comra.ct. in the tol-
lowing specific ways:

It creates a1 presumption tn fa.mr of con-
tractor ownership of new inventions devel-
oped under {ederal R&D contracts;

It prohibits agencies from re_qu!ring‘ the
surrender of so-called “background rights!

a5 5 pre-condition to obtainmenti of a feder-
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(2). the contractor is not. located in the
U.8,, or is a foreign government; or

(3} it is determined on a case-by-case basis
" that exceptional circumsta.nces require fed'
eral ownership,.

Such detemina.tions wﬂl be made in writ-
ing and filed with the Secrstary of Com-

.merce to prevent abuse of these exceptions

to. contractor ownership. In cases of abuse,
the Secretary shall notify the Administrator

of the Office of Federal Procurement Policy

who may Issue gujdellnes endlng such prac-
tices,

This section also provides that, in_in-.

stances where the contractor does not elect
to file a patent appilication In the United
States or sbroad, the. ageéncy may then
assert ownership it it desires to do so.

In addition, Section 215 alse stipulates
that the agency may use a subject invention
royaity {ree and cen require that It be kept
updated on utilization of the contractor.

Section. 216; Provides that agencies may
force contractors to grant licenses to com.

_petitors for using an invention made under
federal R&D If effective steps are not being

taken toward commerclaiization; to alleviate

serious health or sefety needs not being sat-
“isfled by the contractor: or to meet require.

ments for publlc use specified by federal
regulations not being satisfied by the con-
tractor. Agency. determinations on meanda-
tory. licenses may be appealed by the con-
tractor within 60 days t.o the United Sl.ates
Claims Court:

- Section 217: Prou:cts contractors {rom the
threat that agencies might require them-to
give up privately developed t.echnologies to
campetitors in order to secure a contract,
unless specificaily approved by the agency
head. Such determinations can be made
oniy after an agency_hea.ring wilth pronpt
notification to the coutractor.

Section 2b Chapter hea.dings n'deszsna.l.- )

&l R&D coniract except where the ageney’ ed.”

head personally determines that such rights
ars essential to the accomplishment of
agency purposes In the contract;

It streamlines -the procurement proce-
dures, establishes one policy for all govern-
ment agencies, and conforms that policy to
the principles of Public Law 86-517T;

It eliminates existing provisions of law-
that unnecessarily compiicate the procu.ra-
ment process, _

Unirenx I—‘a-zm- ﬁaocznmu. Ac:r os* .sas-

SECTIONAL Amwsxs

Sect.ion 1: Title.

Section 2: Conforms Pub, L 98-517 chap-
ter designations to U.S.C.A. codification. -

Section 2(a) Adds a new chapter to Tiue -

35, US.C., the provisions of which would do
the following: .

Section 212: Siates the DOHCY objective of
the Act, to “insure that all Invantions made .
with f{ederal support are used [n a manner.
to promoete free compemm': and . enter.
prisae,”

Section 213: Definitions used In the Act.

Section 214: Authorizes the Sesreiary of
Commerce to issue :mplememing regu}a-
tions for the Act,

Section 215: Provides that fedeml contra.c
tors may automatically own inventions they
make under Government R&:D unless:

(1} It is determined that the discovery is
needed for foreign 1nte!ngence ar count.enn-
telligence purpoeses; :

""Background rights” refers to the contractor's
Interest in inventions and technical data which
were not developed pursuant to a federal R&D con-
tmet, but wnich pre-dated that cootract. It hasg
been a common sgency practice to automatically re.
quire federal contract partfeipanis to surrender
fuch interests to the agency as a condition of b

) talnlns a federal R&D contrect.

Section Zc' Repeals certain limitations

placed upon umiversity licensing by present :

law, in order to encourage more coliabora-

‘tion between industry and universities.
Section 3: Repeals oid patent policies so

t.hat this Act ma.y be- implemented um!orm—

A
Sect.lun 4 Specirles that nctnmg in i.hjs'
Acr, -shall be construed to grant-any civil or. -
- erfminal immunity from any antlt.rust law )
: af the United States.

- Seetion: 5. Pravides thet the: Ach becorr.z-.s
effective six-‘months s.ft.er enactment, ‘and
authorizes agencies to apply its’ promsions
to pre-existing contra.cts where deented ap-
propriate. :

Commerce shall report to the Congress
within 24 months, and every two years

therea!ter. on-the implementation of this
Act slong with any recommendations for -

leg.sls.t.ive or admiistrative changes.
g

Be it enacted by the Sena't'e and House of ’

Represcniatives of the Uniled States of
America in Congress assembled, That this
Act may be cited as the “Uniform Patent
Procedures Act of 1983, -

Sec. 2. (a) Chapter 38 of mle 38, United.

States Code, as added: by Public Law 96-517,

94 Stat. 3018, i5 redesignated as chapter 18-

of such title and all references to such chap-

. ter 38 shall. be consfde.red references e

chapter 18,

(b) Part IT of title 35, United Stata Code,”

is amended by inserting chapter 18, as re-
designated here!n. after chapter 17 of such
title.

chapter 18 and inserting such chapter and
section designations at the end of part I

Section 6: Provides that :.he Secretary or B

tcY The table of chapters for title 35 is .
amended by redesignating chapter- 38 as

Navember 18 1982

Sec. 3. (a) Section 35 of the Uniled States
Code is amended by adding after chapter 18.
as redisignated herein. & new chaptcr as fol-

lows:

"CHAPTER 19—PATENT RIGI-ITS IN IN-
VENTIONS MADE WITH FEDERAL AS-
SISTANCE BY OTHER THAN SMALL
. BUSINESS, FIRMS OR . NONPRQFIT
" ORGANIZATIONS

“Sec. )
“212. Policy and ohiectives.

.*213.  Definitions,

*214. Responsibilities.
“215. Disposilion of rights,
218, March-in rights,
“217. Background rights.

“4 212 Pulicy and objectives

“In addition to the policy and objectives
set forth in section 200 of this title, it is the
[urther rolicy and cbjective of the Congress
to ensure that all inventions made with Fed.
eral support are used in a2 manner to pro-
mote free competition and enterprise.

“§ 213, Definitions

"As used in this chapter, the term—

(1) '‘Administrator’ means the Adminis.
trator of the Office of Federal Precurement
Policy or his or her designee;

M2) ‘econtract’ means any contract, grant,
or cooperztive agreement entered into be.
tween any Federal agency (other than the
Tennessee Valley Authority) and any
person other than a small business firm or
nonprofil organization {as defined in secrion
201 of this title) where a purpose of the con-

tract Is the conduct of experimental, devel:

opmental, or research work; such term in-
¢ludes any sssignment, substitution of per-
tis or subeocntract of any tier entered intn
or exeruted for the conduct of experimen.

tal, developmental, or research work in con.
nection with the Dermrmance of thal con.’
tract;

gy ‘contra.ctor means any person or

* entfty {other thin & Federal g¥ency, non.

profit organization, or small business firm,
&s defined in section 201 of this title} which
is a party to the contract; -

4) 'Federal ageney' means an examitive
agencs (&g defined in section 105 of title 5,
United  States Code), and the military de

“partments {as defined In section 102 of !.".ie

5, United States Code); N

“(8) 'Govemment' means the Governme ut
of the United States of America;

“(6) ‘invention’ means any inventisn or
discovery which & or may be patentable or
otherwise protectabie under this title, or

-any novel variety of plant which Is or may

be protectable under the Plant Variety ¥ro-
tectmn Act (T U.S.C, 2341 et o=q.};

“(7) ‘practical application’ mesus te mann.
facture (in. the case of & composilion or
product), o practice cin the case of a proces-
sor method), or to operate (in the coae of 2
mscinine or system), in esch czse, under
such conditions. as o establish thut the in-

vvention is being utilized and that its bene.
fits- are, to the extent permitted by iaw or

Government regulations, availsble to the
public on reasonsbhle terms or Lthrough rea-
sonubie ticensing arrangement:;

(8} ‘Secreiary’ means the Seerctary of
Commerce or his or her designee: and

" ™9) 'subject Invention’ means any inven-
tion of a .contractor conceived or first antu.
ally reduced to practice in the performance

- of work under a contract: Provided, That, in

the case of a varicty of plant, the date of de.
termination (as defined in section 4l(d) of

-the Plant Variely Protection Act (7 U.S.C

2401<d» must also vceur during the period
of contract performance.
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“H2id, Rewp(mminlmes e

“(a)-The Secretary is anthorized 10 issue'

e"ulanons which may be made applicable
ta . all. Federal agencies implementing the
provisions of this chapter, and. the Secre-
tary shall proscribe standard patent rights
provisions for use under. this chapter. The
regulations and the standard patent tights
provisions shall ‘be subject lo pubhc com-
ment before their issuance.

*{b) In order io oblain consistent pmt-tices
under this chapter and chapter ‘18 of this
title, the Secretary is authiorized and direct-
ed (1) to consult with and advise Federal
agencies concerning the effective and con-
sistent implementation of these chapters,
and (i) to obtain from the agencies informa-
tion . and dasa relating to agency practices
under these chapters. -

k215 Disposition of rights’ R

“{a) Subject to subsectiun {¢) of thts su--

" tlon and to section 216 of this Litle, each

" chatractor -may - elect to’ rebain title, either’

wortdwide or in such.countries as it may
‘choose, to any subject mvention: Provided.
however, That & ‘Federal agency may, at the
tirme of contracting, Limit or eliminate this
- right, place additional restrictions or condi-
tions on the contract that go beyond those
set ‘forth -in subsection:(c) of this section,
expand the rights of the Government to 1i-
cense or sublicense, and alter or. eliminate
the contractor's-right under paragraph- ()
of subsection (¢cyof this section if— :

“(1) it is determined by a Gouemment au-
thority which is authorized by statute. ot ex-

ecutive order to conduct foreign intelligence.
or counterintelligence. activities that this is

necessary Lo protect the. secunt:,' of such ac-

‘tivities:
oM2itis detenmned that l.he contra.ct.or is
not located in the United States or does not
have a place of business located in .the

. United States, or is a foreign government; or
{3} it is determined, on a case-by-case
basis, that there are exceplional circum-
stances requiring such action to better pro-
mote the policies and obj(.ctwes of sections
’00 and 212 of this title. :

- “tbM1) Each determmatlon requm.d by
subsection (a) of this section shail be in
wriling and, except in the case of paragraph
{1} of subsection (a). of this scction, the
agency shall, within 30 days after the award

of the applicable contract, file with the Sce- -

retary a copy of each such determination.
‘In the case of a determination under subsec-
tion (aX3) of this section, the statement
.. shall inclade an analysis supporting the de-
termination and ‘justif¥ing the hmltatmns
. and conditions being imposed. If the Secre-
1Ary believes that any individual determina-
tion or pattern of determinations is con-
trary to the terms.. policy. or ohjectives of
this~ Act,’ the Secretary ‘'shall so #dvise the
* head of the sgency cohcerned and the "Ad-

ministrator and recommend (‘Ql."l't‘(.t,ﬂ-'t! a.c- ’

tions.

“{2) Whenever the Adnnmbtmwr has de-
wermined that ene or more Federal agencies
are utilizing the authority of paragraph(2)

“or (3) of subsection (a) in & manner that is

' contrary 10 the teérms, policy or objectives of )
this Act. the Administrator is authorized to -

issue policies. procedures, and guidelines de-

- seribing classes of situation in which apen-

©Ciges may not utilize the provisions of para-
'gr'tph (2) or ¢3) of subsection (a).

(e’ In sccordance with the regulatioas to

be issued by thé Secretary. after public com-

ment, each contract:that the: Government -

.or any Pederal agency #cting on behalf of
the  Government --may - enter- .into shall

.. employ a patent rights clause containing ap--

nropr:a.te provisions to. effectuate the fol-
Aowing: .

“(1) that the contractor disclose e&ch sub-
isel invention  within ‘a reasonable time
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. Protided, . however,

a.n.er it is made a.nd t.na.f. upon reqm.st the
contractor. will assign the Government title
to any- subject invention not dlsclosed
u.i;hm such-time; - ..

2) that, unless the Govemmem. has ac:
qulred the right to title under subsecmon (a)
ot Lthis section—

“tA) the contractor make a ‘written ‘elec-
tion, as to the retentmn of title to the sub-

. jeet invention “within- a--Teisonable time

aftet disclosure Under paragraph (1) of this
subsection:

¥ “(B) the’ Goi'ernment may. upon reﬁuest-.'

‘teceive title to any subject invention in any
countries in which the contractor has not
electad to retain title within such time;

“(C) a'contractor electing to retain title to
& subject invention will file patent apphca.-
tions within reasonabie timos; an :

<Dy the Government may, upon request,
- receive titla to any subject invention in any

countries in which the contractor has {afled
to file patent applications swithin ‘the rea-
sonabie times specified pursuant to subpara

graph {(C) of this subsection;

*(3) that with: respect to any sub)ect 1n-
vention  to’ which & .coniractor:-slects to

retain title, the United States shall have

(unless  additional rights -have- been- taken

‘under subsection ¢a) of this section) & non-

exclusive, ' nontransferable,- irrevocable,

‘peid-up Heense to make, use -and sell -the
-subject invention throughout the world by
-or on behalf of the United States: Provided,
“That the contract may provide for such ad- -

ditional rights, inciuding the right to assign
or have assirned foreign patent righisin the
inventivn. as deterrmned by ‘the agericy. as
necessary for meeting the obligations of the

~United States under any treaty or other in-
- ternational ‘agreement, arrangement of co-

operation, memorandum of understanding,

‘or similar international arrangements, in-
cluding  military  agreements  relating to-
- weapons development and production; - -

“{4) that the agency may require written
reports on the commerical use 'or other
forms of utilization or efforts toward ob-
taining -commerical utilizalion made. by the

contractor or its Heensees or assignees with -
respect to any subject mvention-to which -
the contractor elects title, pursuant to this

section: Provided, That any-such report, as

well as. any information on . utilization of

efforts towsurd obtaining utilization obtained
as part of a proceeding under section 216 of
this title, shall- be. treated by the Federal
agency a5 commerieal or financial informa-

tion obtained from a person and privileged:
‘or confidentizl and not subject-to disclosure
S under the Freedom of Informatmn Act (5
E (I.SC 582~ )

“(5) that the: cont.ra.ct,or ‘in the event
United States patent application Is filed by
or.on-behalf or by any assignee of the con-

trzctor, will include within the specification
‘of such application and any pateni issuing
- thereon, a statement specifying that the in- -
- vention was made with Government support

and that the Government has certam rights
m the lnvention: .
“(6) that the contractor in cases when it

-does not elect to retain title to a subject in-
vention. shall retain 2 nonexclusive, royalty =

free;. paid-up, worldwide license, including
the right to sublicense affiliates, subsidiar-

ies, and existing licensees to whom the con--

tractor is legally obligated to sublicense in
any. subiect mvention to which the Govern-
ment obtains title, which licénse shall be re-

.vocabie only to the extent necessary for the

Govermnent to grant an exclusive license;

contractor -has fraudulently failed to dis—
close the subject invention; and

“(1) such other administrative requxre-
ments that the Secretary determines 1o be
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-perindically updated,-

That . the  coniractor.
shalil not be entitield to such a license if the.

b }?()21

necebsa.r_\, to effectuaie the nghts of the
Government. as, specified in this -chapter.’

-which ‘are not mconsnstent with this chap-

ter. -

“(d) Agencies are author.znd to. mrlude.
awards to inventors to stimulate reporting
of subject inventions as an azllowable ele- .
ment af cost {f such reporting results in the
agency inittating a statutory invention dis-
closure, the {filing of & patent applmanon. ar
issuance of a patent.

“{e)1) A Federal agency may, at any time,
waive all or any part of the rights of the
United States under this section or scction
216 of this title to any subject invention or
class of subject inventions made. or which
may be made under a contract or class of.
contracts if the agency determines that—

“(A) the Interestss of the United. States
and the generzl public. will be best served
thereby:or -

By the comract mvo!ves cowponsurod
cost-sharing or. joint venture research or de-
velopment and the contractor or other.spon-
sor or.-joint venturer is required 1o make a
substanttal contribution of funds, facilities,
or equipment o the work performed under
the contract. - .~ -

*(2). The agency shail mamtai.n a recnrd
which shall be available to the public and
:of . determinations
made under- pa.rag'raph (1} o( this subaec

- tion.
{3y In ma.klng detenninatiom under.«.---- N
paragraph (1} of this subsection, the ayency..- -

shall consider at’ least. the followmg objec- -
tives: -

“(A) encoura.ging w:de a.va.llabllil.y to t.m.

‘public of the benefits of the experimental, .
developmental, or research programs in the -

shortest practicable time:

“(B) promoting the commermal utitization
of such inventions; -

“(C) encouraging. pa.rticipatlon by prua:e

-persons (including the most highly qualified

persons) in the Government-sponsored ex-
perimental, developmental, or research pro-

grams; and

(D) festering comper.itlon and prewentmg
the ereation. or maintenance of situations
inconsistent \»:th the antitrust laws of the
United States. . ..

*(4) With respect o ccmtracrs in \lhlcl] an
agency. invokes paragraphs (1) through (3

" of subsection {a) of section 215, a PFederai

agency may, after u subject invention has
been identified, waive any limits or addition-
sl restrictions or conditions placed on'a con-

tractor beyvond ‘those set forth: in settions

215 and 216 and may allow the oontrac!_.or e

_retain the license rights set forth in subsec-
tion (¢)}6) of this zection if such licenot

rights were. othe-rwise lim:ted in the, con-
tract..

“(f) If a. contractor does not e!ect. o retain
worldwide title to s subject invention. the

Federal ageney may consider and, after cob-

suitation with. the contractor, ‘grant -re

--quests for retention of rights by the inven-
~tor an-such terms. and. conditions as the

agency deems appropriate, subject to see.
non 218 of this Act. ’

“(g) In any case when 3 F‘edcra] employee

is a coinventor of any subject invention, the

Federal agency employing such coinventor
is authorized to transfer or assign whatever
rights it may acguire in the subject inven-

~tion from its employee to the eontruetor

subject to the same conditions set forth in

~this titie as are applicable to the rights the

coniractor derived through its own cumr'u-t
5 216, ‘uiarch-m rights

“(a) Where a contractor has elecv.ud Lo
retain title to a'subject invention under sec-

“tion 215 of this title. the Federal agency

shall have the right (unless wzived under
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subsection (d) of section 215 of this title),
pursuant to policies, procedures, and guide-
lines of the Secretary and subject to the
provisions of subsection (b) of this section,
to grant or require the contractor or hiy as-
signeé to grant a nonexclusive, partially ex.
clusive, or exclusive license to a responsible
applicant or applicants, upon terms reason-

able under the circumstances, if the head of |

the agency or his designee determines t.hat
such action is necessary-— :

*(1) because the contractor, assignee, or i-
censee has not taken, or is not expected to
take within a reasonable time, effective
steps to achieve practxcal a.pplication of the
invention.

“(2) to alleviate serious health or safety
needs which are not reasonably satisfied by
the contractor, his assignees or licensees; or

“(3) to meet requirements for publie use
specified by Federal regulation which are
not reasonably satisfied by the contractors,
his assignees of licensees.

“(b) A determination made pursuant t.o
this section shall not be considered a ¢on-

tract dispute and shall not be subject to the

Contract Disputes Act (41 U.S.C. 601 et
seq.). Any contractor adversely affected by a
determination under this section may, at
any time within 60 days after the date the
determination is issued; file a petition in the
United States Claims Court, which shall
have jurisdiction to determine the mattar de
novg and to-affirm, reverse, or modify & ap-
propriate,-the determination of the Federal
| agency. .

*§ 217. Background rtghts B

*“ta) Nothing contained in .this chapter
shall be construed to deprive the owner of
any background patent or of such rights as
the owner may have under such patent.

(b} No contract shali contain 2 provision
allowing a Federal agency to require the H-
censing to third parties of investions owned
by the contractor that are not subject -
ventions unless such provision has been ap-
proved by the agency head and a written
justification has been signed by such ageney
head. Any such provision will clearly state
whether the licensing may be required in
connection with the practice of a subject in-
vention, a -specifically - identified work
object, or both. The agency head may not
delecate the authority to approve such pro-
visions or to sign the justmca.tion required

- for sueh provisions.

“te) A Federal agency will not require the
licensing of third partles under any such
provision unles the agency head determines
that the use of the inventiion by others is
necessary for the practice of a subjeet in-
vention or for the use of a work cobject of
the contract and that such action is neces-
sary to achieve practical application of ihe
subject invention or work obiect. Any such

determination will be made on the record,

after an opportunity for an agency hearing,
and the contractor shall be given prompt
naotification of the determination by certi-
fied or registered mail,”.

(b} The table of chapters for title-35,
United States Code, is amended by adding
immediately after the item relating to chap-
ter 18 as redesignated herein the following:

~19. Patent rights (n Inventions made with Federal =

assistance by other than small busi
ness {irms or nonprofit urganiza-
tons.”, .-
(¢c) Chapter 18 of title 35, United St.a.tes
Code, as redesignated herein, Is amended—

(1) by adding "or any novel variety of-

plant which i3 or may he protectable under
the Plant Variety Protection Act (7 U.S.C.
2321 et seq.)” immediately after “title” In
section 201(d),

(2) by adding ": Provided, 'I'hat. in the case
of a variety of plant, the date of determina-
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tion (as-defined in section 41(d) of the Plant
Variety Protection Act (7 US.C. 2401td))
must also occur during the period of con-
tract performance” Immediately = after
“agreement” in section 201(e);

(3) in section 202(a), by amending clause
(1). 1o read as follows: “«1) when the contrac-
tor is not located in the United States or
does not have & place of business loca.ted in
the United States; and

(4) by amending. section 202(b) to rea.d a8
follows: “tb)(1) The rights of the Govern-
ment under paragraph () of this section
shall not be exercised by a Federal agency
unless it first determines that at least one of
the conditions identified in subparagraphsg
() through (i)- of paragraph (a) exists.
Except in.the case of paragraph (a)iii}, the
agency shall flle with the secretary of Com-
meree, within 30 days after the award of the
applicable funding agreement, a copy of
such determination. In the case of a deter-
mination under paragraph (a)ii), the state-
ment shall include an analysis justifying the
determination: If the Secretary of Com-
meyee: believes that any individual determi-
nation or pattern of determinations is con-
trary to the policies and objectives of this
chapter or otherwise. not in conformance

with: this chapter, the Secretary shall so

advise the head of the agency .concerned
and the Administrator of the Office of Fed-
eral Precurement:. Policy, a.nd recommend
corrective actions, . .

“(2) Whenever. the Admimstrat.or of t.he
Office -of Federal Procurement Policy has

- determined that one or more Federal agen-

cles are utilizing the authority of subpara-
graph (i) or-(ii) of paragraph (2) of this sec-
tion in a msanner that is contrary to the
policies and objective of this chapter, the

Administrator is authorized to issue regula-

tions describing classes of situations. in
which agencies may not exercise the au-
thorities of those subparagraphs.’”;

(5) by amending subparagraphs (1), (2),
(3}, and (4) of section 202((:) to read a.sfol-
lows: -

“¢1) That the contractor dlsclose ea.ch sub-
ject invention to the Federal agency within
a reasonable time after it becomes khown to
contractor personnel responsible for the ad-
ministration of patent matters, and that the

_ Federal Government may receive  title to

any subject invention not disclosed to it
within such time. - :

“(2) That the contractor make a wﬂtten

~eléetion’ within 2’ years afiér disclosure Lo

the Federal agency (or such additional time
as may be approved by the Federal agency)
whether the contractor will retain title to a
subject invention: Provided, That in any
case where publication, on sale, or public
use, has initiated the 1 year statutory period
int which valid patent protection can stiil be
obtained In the United States, the period
{or election may be shortened by the Feder-
sl agency to a date that is not more than
sixty days prior to the end of the sistutory
period: And provided further, That the Fed-
eral Government may receive title to any
subject Invention in which the contractor
does not elect to retain rights or falls to
elect rights within such times.:

*(3) That a contractor electing rights in a

subject invention agrees to file a patent ap-

plication prior to any statutory bar date
that may occur under this title due to publi-
cation, on sale, or public use, and shail
thereafter file corresponding paternt applica-
tions in other countries in which It wishes
to retain title within reasonable times, and
that the Federal Government may receive
title to any subject inventions in the United
States or other countries in which the con-
tractor has nhot filed patent applications on
the subject invention within such times.
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“(4) Withh respect to any invention. in
which the contractor elects rights, the“Fed-
eral agency shall have a nonexclusive, non-
transferrable, irrevocabie, paid-up license to
practice or have practiced for or on behalf
of the United States any subject invention
throughout the world; Provided, That the
funding agreement may provide for such ad.
ditional rights, including the right to assien

or have aszigned forelgn patent rights in the

subject invention. as are determined by the
agency as necessary for meeting the. obliga-
tions of the United States under any treaty,
international agreement, arrangement of co-
operation, memorandum of understanding,
or similar arrangement, including military

‘agreements relating to weapons develop-

ment and production.”.

(8) by adding tha following new paragmph -

at the end of section 202;
Mg) A Tederal agency may at any time

waive all or any part of the rights: of the - -

United States under paragraphs: (c) (4)

through {8) of this section; section 203 and -

section 204 of this chapter, to any subject
inventions made under 3 funding agreement
or class of funding agreements if the agency
determines (1) that the interests of ‘the
United States and the general publie will be
best served thereby: or' (2) the funding
agreement involves cosponsored, cost shar-
ing or jeint venture research or venturer is
required to make or has made a substantial.
contribistion of funds, facllities, or equip-
ment to: the work performed under the
funding -agreement. The agency shall main-
tain a record, which shall be available o the
public and perindically updated, of determi-
nations made under this paragraph. In
making such determinations under clause
(A} of this paragraph, the agency shall con-
sider at least the following obiectives: X

“¢1) encouraging the wide avaﬂah‘lity to
the public of the bengfits of the expenmen-
tel, developmental, or research program m
the shortest practicable time;

“(2) promoting the commercial utiliza.tlon
of such inventions;

“(3) encouraging pa.rl:icipation by private
persons, including the most highly qualified
persons, in Government-sponscied experi-
mentel, developmental, -or research pro-
grams.”; and .

{7) by striking out “may” In  section
202(c)5) and inserting ip Heu thereof “as

well as any information on utilization or ef-

forts at obtaining utilization obtained as
part of o proceeding under section 205 of
this chapter shall”;,

{8) by striking out “and which is nut,
itself, engaged in or does hold & substaptial
interest in other organizations engaged in
the manufacture or sales of products or the
use of processes that might utilize the in-
vention or be In competilion with embeodi-
ments of the invention” in clause (A) of sec-
tion 202(¢)(7} and by striking out clause (B)
of section 202 (eXT7) and redesignating
clauses (C) and (D)-.of such section. as
clauses “{B)" and “(C)"’, respectively; .

(9 by ndding at the end of section 203 the
following:

“A determination pursuant to this sect.un
shaill not be considered a contiract dispute
and shalil not be subject to. the contract Dis-
putes Act (41 U.S.C. 601 et seq.). Any con-
tractor, assignee, or exclusive  liccnsee ad-

" versely affected by a determination under
- this section may, at any time within 60 days
" after the determination is issued; file a peti-

tion in the United States Claims Court,
which shall have jurisdieation to determine
the manner de novo and to affirm, reverse,
or modify as appropriate. the det.ermlna..‘mn
of the Faderai ageney.™;

{10) by amending snctlon 206 to read as
follows:

L
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“~§ 206, Uniform clauses and Eegu‘iatiuns. )
“The Secretary of Commerce may issue

regulations which may be made .a.pplica.ble
. to Federal agencies impléementing the provi-

- slons ol sections 202 through 204 of- this-

‘chapter and shsll est.ahlish standard. fund-
itig  agreement. provisions ‘required. under

Litis chapter. The regulations and the stand- -
" ard funding agreement shall be: sub;ect. to-

public comment befdre their issuanee.”
-*{11) by amended section 2057 by addmg

_Lhereof
* “For the purpose of s.s:auru*g the ef‘ectwe

 tions, the Secretary is suthorized to—

(A} assist Federal agency efforts to pro-

-mote the licensing and utilization of. Gov-
ernment-owned inventions; | .

(B} assist Federal arencies'in- seﬂkmg pro-' .
_ Safely Act (16 U.8.C. 2054(d)) is repealed.

" téction and maintaining inventions-in for-
eign countries,  including the payment of

. fees and costs connected therewith: and

. (C) consult with and advise Federal agen-

. cies as to areas of science and technology re-

search and development with potenr.lal fnr

commercial utilization.™;,
I") by amending section 203 bsr striling
-*Administrator

) Cnmmeroe"' }
{13 by amendmgsection 209-- . o
{AY by striking our subsection {cK2); -

(B) by redesignating subaeet!on tc)ts) as
subsection {c)X2),and -

-{C) by striking. out all in paragraph (d)'_'
lien -

. after “abiections™ and msertinn in
- thereof a period: and

(14) by adding “of the Um\‘,ed States” In

section 211 after “law”.

‘Sec.. 3. (a) Section 205(3.) of the Act of

August. 14, 1946 (7 U.B.C. 1624(a)), is amend-
“ed by striking out the last sentence theread.
(b} Section 501 {c) of the Federal Coal
: Mine Heaith and Safety -Act of 1869 (30
(.5.C. 95k¢i) is amended. by st.nkmg out

- the last sentence thereof. -

(e Section 106(c) of the National- 'n-afﬁc'j
-and Motor Vehicle Safety Act of 1966 (15

 U.8.C. 1395(c)} is repealed.

s repealed, | -
.. (e}.(1) Section 132 of thc- At.omlc Energy
- Act pF1954 (42 U.S.C. 2182) s repealed: Pro-

-vided, however, That such section shall con-.
tinue to be effective with respect to any ap- -
- ptication-of s pateninswhich the statement -
under asth referred to'in such section has -
‘been filed or redquested ‘to be filed by the’

“-Cominissiorier of ‘Patents ‘and Trademarks
--prior to the effective date of this Act.

(2) The item relating to section 152 in the
table of contents of the Atomic. Energy Act

K "'of 1854 is amended to read as fnllows

‘“Sec, 152, Repealed™.

{7 The -National Aeranauucs and Space

Act of 19587 (42 U.SC
- amendud by

_ (1) repealing subsections (a)-(m a.nd (§) of
-section 305 thereof (42 U.B.C. 2457% Pro-
vided, however, That subsections (), td),

2451 el seq) is

. and (eY of such section shall continue to be

_-effeetive with respect to any application for

‘. patents in which the writien statement re-
-ferred to in subsection (¢) of such section’

©* has been filed or requested to be filéd by

the -Commissioner of Patents snd Trade- .
marks prior to the effective date of this. Act; -

.- (2) striking out in:séction 306/a) thereof
. 142 TU.S.C. '2458(a)), “(as defined by section
305,
" Contributions Board, established under sec-

" tion 305 of this Act” and inserting in lieu

‘thereof “an Inventions and Contributions
Board which shall be ¢stablished by the Ad-
ministrator within the Administration: and:

) of General Services” |
a.nd inserting in leu- thereof “Secretm-y ol‘—_

and by striking “the Inventions and -

“United States Code.

 CONGRESSIONAL RECORD — SENATE -

(3} striking out in section 203(c) theréof
“(42 U.8.C. 2473(e), the following: "(includ-
ing patents and rights therennder)”.

(g) Seetion 6 of the Act of July 'l 1960 {30 .

U S.C. 666), is repealed., -

-(h) Section 4 of the Helium Act A.mend- :
.ments of 1960 (50 US.C. 167c) s amended . -
by striking out ail after "ut:.liza.tmn and in-.

serting in leu thereof a périod. . - -
() Section .32 :of .the “Arms- Contml and

exled, -

(J) Subcection (e} of sect,ion 302 of tne Ap-' ;
" palachian- Regional Development -Act’ of -
management of -Government-owmned  inven- i

1965 (40 U.3.C., App, 302(e)} is repealed. -

- (k) Subsections (a) through (k). (m}, and
(n)- of . section of the Federa.l ‘Nonnuclear

Energy Resesfch and Development Act of

1974 (42 U.S.C. 5809 are repealed. .

517023
mendations for. legistative or administrative
chenges to better achieve the policies and
abjectives of suz_:h chapters.® -

"-ijsammem Act (22 U.S.C. 2572) s re- -
the following new para.grapn at - the end.'

(13 Section 5(d) of the Consumer Product ~ <. .

{m) Section 3 of the Act of Apnl 5, 1944
(30 US.C. 323), is repealed. |

() Section 3001(c¥3) of the. Solld Waste
Disposal Act (42 U’.SC 5931(cx3)) is re:
pealed., :

“{0) Section &(e) oi the Stevenson Wydler :
Technology . Innovation Act- of 1880 . {15‘

U.S.C..3705(e) is repealed.

(p} Section 1la) of the Act of June 29, .

1935 (u U.B.C. 427i(a)) is amended by Strik-

- ing the last sentence thereonf, - . :

{q) Section 427b) of the F'edera.l Mine
‘Safety and Health Aect of 19%7 (30 U.S.C... -
L 9R) is amended by stru;jng the 1ast sen- -

tence thereof. .
{r) Section 306(d) of the Surfa.ce Mu:ung

Control and Reclamation Act of 1977 (30

U.B.C. 1226(d)) is amended by striking the

~first two sentences thereof. .
(s) Section 21(d) of the Federal Fire Pre-

vention and Control Act of 1974 (15 g.8.c.

©2218(d > is repealed. |

it} Section 6(b) of the Solar Phatovoh.alc
Energy Research, Development, and Dem-

onstration Act of 1978 (42 U1.S.C. 5585¢(h)) ig

- amended by striking “7, 8, and 8" ‘and insert-
-ingin lieu thereaf "7 and 8",

{u) Section 12 of the Natwé Latex Com-
Act of 1978 (7 U.S.C. 178j)is repealed.

_{v) Section 408 of the Water Research and

Development Act or 1978 (gz 1.8, C 97 is
repealed.

Synthetic Fuels Corporatmn Act of 1930 (42
1.8.C. 8773).is repenled. "

(2)'The item-relating to sectian 1‘?3 in thies :
table of sections of the Energy Security Act”

- ‘mercialization and Economic Development - |
(d) Section 12(a) of the National Sclence E :
F‘:mndauon Act of 1950 (42 U.S C 1871¢a)y

© (wx1) Secifon 173 of the Cnited States -

(42 U.S.C. 8701 et 503 is amended to read.

‘as follows:”
S, 132, Repealed.”.

Szc, 4. Nothing lﬁ ‘:h:s Act sha.ll “be
deemed to convey to any person’ immunity

.. from civil or critninal liability, or to create

any defense to actions. under any antitrust’ - ol

law of the United States; -
Sec. 5. (a) This Act shall Lake eﬁect. -]
B months after the date of en&ctment of this
LAct. :
- (by-After the effective date of thm Act S
each Prderal ageney s aiithorized, netwith-

standing any other law governing the dispo- =~

sition of ‘rights ‘in subiect. inventions, ‘to
allow a contractor or an inventor to retain.
‘title to subject invenijons made under con-

tracts awarded prior to the effective date of
this Act, subject to the same terms and con-
ditions. as would apply under this Act had

:the contract been entered into al‘ter the ef-
{ective date of this Act, ‘

“Sec. 6. Within 24 months alter the date of

enactment of this Act and every two years

-thereafter, the Secretary of Commerce shall
subrnit {0 Congress a report of the impie- .

mentation of chapters 18 and 19 aof title 35, .~

including. any recom-
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