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A BILL

To establ;sh a unlform Federal system for management
:ff_iprotectlon, and use of 1nventlons that result from
”“federally supported research or development, and for related

--;”purposes.
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‘the Unlted States of Amer1ca in Ccngress assambled that thls

- ' ACt may be c1ted as the’ “Government Patent Pcllcy Act of 1979"
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"TITLE I -- POLICY

FINDINGS

The Congress, recognizing the profound impact of

'enginaering, and'technology policy on the well-being,

health and safety of the Natlon, finds that;

(1) 1nvent10ns that result from federally suppcrted

>"_resea:ch and development constltute e_valuable

national resource;

(2) Federal policy on allocation of patent'rights in

-such inventions should stimelate innovation, meet'the

" needs of the Government foster competltlon, recognize

fthe EQUltlSS of Government contractors and Federal
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'employee-inventors, and provide small businesses and

educatlonal 1nst1tutlons w;th speC1al 1ncent1ves to

"5.part1c1pate in Federal research and development

-”programs and to commerc1al;ze resultlng 1nvent10ns;'and_

(3) the public interest would be served better if =

© greater efforts were made to obtain patent protection

'._.“end to promote commercial use of new techndlogy_ﬁhate

;;':results from federally supported research and B

-development both in the Unlted States and in for81gn'

" countries.

'102:

PURPOSE
This Act is des*cned LO.;-l

(1) establish an effective Federal sy:tem for-

.- management and use of inventlons that result from.

'.Federally supported research'and development°
__(2) prov1de for con51stent 1mplementatlon of - the_

“system and for contlnuous monitoring of this

1mplementat10n- |
(3) allocate patent rlghts in contract 1nventlons that

result from federally-supported researach and

‘development in ways that --

{A) stimulate ipnovation,
(B) encourage patticipation;of all qualified

contractors,




(C)i foster competltlon, |
'.fD) reduce admlnlstratlve burdens on Federal
¢ agenc1es and thelr contractors,
(E) promote wldespread pUbllC use - of 1nventlons f
e made with publlc support, ‘and | |
(F) prov1de spec1al 1ncent1ves to small
'bu51nesses and educatlonal 1nst1tut10ns,_

*7_-(a) allocate patent rlghts in: Federal emplﬁyee o

:olnventlons equ1tably,

;(5) provide for domestlc and forelgn patentlng and
:licen51ng of federally-owned patent_rlghts,‘w1th the:
'_objectiVE of strengthening‘the7Natioo’s economy.ehd
.~~e¥panding_its domestic-and foreign mark .s, and
' (6) :emend or Leoeal other Acts and Executlve Or ders
Aon.ailocation of patent rights_that resolt from
_federallynsuppprteo research and deveiopment;and'on

 licensing'of fedefally—owned patent righte.'
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TITLE II -- IMPLEMENTATION

RESPONSIBLITIES OF COMMERCE

(a)' The Secretary of Commerce is authorrzed and

K dlrected to ~--

(1) ccordinate a program to helpeegeneies {ﬁl

Jfreexerc151ng the authority glven by’ sectron 202* .
:e _(2) publlsh notlces cf all federally owned patent
. IlghtS that are avallable for licensing;
N (3) develop and manage'a Government—wlde'pregram,
elncludlng approprlate pr1vate sec tor part1c1petion,.to-
"‘;est;mulete transfer of_federally~owned technology te

" the private sector through development, demonstration,

and dissemination of information about potential

‘appllcatlons of the technology,

(4) evaluate inventions referred by agen01es to

“identify those with the greatest commercial potentiai

and to promote their public use;

(5) help agencies seek and maintain patents in the

“United States and in foreign countries by paying fees

and costs and by other means;
{6) accept;custody.of-federally«owned patent rights

from another agency in whole or in part without regard

. to the Federal Property end_Administrative Services

Act of 1949 (40 U.S.C. 471);




(b))

SEC. 202.

:(7) consult w1th other agenc1es about areas of

.5c1ence and technology wlth potentlal for commerc1al

'fdevelopment '_ |

‘(8) rec51ve royaltles or other income from management'
",of federally owned patent rlghts for use only in

Spursu1ng-the purposes of thlS Act,.and

f(9)A'enter into contracts-heCESSary and appropriate to

éccaﬁplish the purposes of this Title.

_Thefe_is authorized to be'apﬁropriatéd'the sum of
:' f$3,00D,OO0”fof fiscal year 1981 to enable the Secretary to

- carry out his responsiblities under this section.

AJTHORLTY oF FEDrRAL AGENCIES
Agen01°s may -
(1) apply for, obtéin,'méintain;.and protect patent

rlghts in the Unlted States and in Forelgn countries

;an any 1nvent10n in wthh the GovernmenL has an
"1nterest;'

(2) license federally-owned patent rights on such

terms and conditions as seem appropriate, subject to

_Title V;

)




' (3) promote licensing of federelly-ewned_patent"
-'_righfs by making market surveys,'acqeiring teehnical
;'informatlon, or otherwlse determlnlng or enhanc1ng thoV

~marketablility or the publlc use of the 1nventlons,‘

'-'e f(A) withhold publlcatlon or release of 1nformat10n

 d1scl0s1ng any 1nvent10n long enough for patent

. 7;app11cat10ns to be filed;

i(5) enter into contracts necessary and approprlate to
'_faccompllsh the. purposes of thlS sectlon- |
.(6) transfer patent rlghts to other agenc1es in whole
_gof';n part without regard to the redeeel Prepert y aﬂd
" Administrative Services Act of 1949 (40 U.S.C. £71);

(7) - designate the Department of Commerce as recipient o

~ of any royalties or other income from management of

federally-owned patent rights.




. TITLE III -- CONTRACT INVENTIONS

. e

.‘fChaoter 1; Coverage, Regulationsl and Procedures

| * CONTRACT INVENTIONS |

_;tSEC'.Bil.; Thls Tltle applies to “contract 1nventlons", whlch
.”Td?“are 1nventrons made 1n the course of ar under Federzal |
"‘contracts.' AR exceptlon is that 1nvent10ns made under any
".ucontrectfor.operatlon of a Government—owned facility will be

treated as-emoloyee inventions subject to Title IV of this Act.

.wREéULﬁTfONS'
"'_§EC. 312.._(6) The_Adhinistretor of'GenereltSer vices and the'
_.Secretary of Defenseiwill issue regulstions to implement this
© Title. The regUlations will esteblish a standard patent -

clause, which will be included in each Federal contract except

as'provided in subseotions (b) and (c}' The regulatlons also

will establish gu1delrnes to be used by the agencres, in

approprlate 51tuatlons,-1n the negotiation of recoupment

arrangements 1ntended to return to the Government all. or part

of the Federal support provrded under any contract through th=

sharlngrof Toyalties and revenues with the contractor.

. (b) The regulations will specify instanCES in which an

'iagJany may deviate from the standard patent clause to further
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' !.ite mission and the publiC'intereSt; The'regulations may not
'permlt an agency to waive the antltrust and natlonal securlty
f"cmarch in rlghus reserved by paragraphs 332(3)(2) and (5) under
”oany clroumstances.f They may permlt an‘agency to waive
.xh.Government rights reserved by‘seotione.332(a), (C),.[and.(d)];
o 331 and 332 only on a class basrs and only in: ' )

(1) contracts 1nvolv1ng cosponsored, cost sharlng, or.
 £joint venture research to whlch the_contractor_makes-a
: substantlal contrlbutlon of funds, fac111t1es, or

-equ1pment, and

(2) spec1al contracts involving- Federal prlce or
purchase supporcs and Federal loans or 1oan guar ntees.

_(c)r Notwrrhsrandlng the_regulatrons, the-head of an aoency

SRR T AR

) ﬁay deviate from the standard DELEHC clause in individual
'c0ntracts to further the agency's mission and the public
_.interest. However, the‘agency head may not agree to_ﬁeive'the
'"o_lahtitrust_and national-security'march—in rights reserved by
.pa:agraphs 332(a)(2).and (5). Nor.may the agency head waive
'fhe-éovernment's rights under sections 332(a), (c),_[ahd (d)1;
331' and 332 except in contracts -— _
(1) descrlbed in subsection. (b)(l) or (2), or e
(2). with a contractor whose.part1c1patlon is

. _r -~ necessary for the successful accomplishment of toe

‘agency's mission but cannot be obtained under the

gstandard patent clause.
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-AideséfiptiQn-of ahy-deviétibn permitted by'ah agency head's

“:-.Vunder'this subsection shall be published in the Federal

Register.

4 .

 REPORTING OF INVENTIONS

_-,SEC;IBIBQ (a) The contractor will provide the responsible

- agency timely written reports on each contract invention

- containing:

L (1)'_compiete technical infdrﬁation oh fhe;inQentidn,

':(2). a list of each country,.if any; in which the
contracﬁor electS7ta:file'a_pateht appiicétion on the
_ _i.r.w.e_nti:cm, and o | |

(3) uhless.the contractor is a small businsss or

“educationsal institution, a list.bf each field”of use
in which the contractor intends to cqmmercializa'the
invention ot other#isé achieve phblic use of fhe
invention. 'Each,field.kill.berdescfibed as narrowly:
as practical; by lineé of.commerce and prddﬁct  |
'Submarketsjor otherwiSe, with sufficient'partiqularity'
| fo allow the Government to Edentify fhose'fields of.

use not encompassed by the described field.

‘The Government will neither pub;i$h.nor release these reports

bntii the contractor has had a reasonable time to file patent

_ applications.
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;gL@Je;[[__t i;e(b) If the responsible. agency determlnes that the
: ""_contractor has unreasonably falled to flle reports as requ1red
tby subseetlon (a) the contractor may be deprlved of some oT

'tf_;all of the rlghts it would have recelved under this Tltle.

Chapter 2 Allceetion of Rights in Coht*act'lhveht*ons.tQQ%ff

0 A
“SMALL BUSINESSES 'AND EDUCATIGNAL INSTITUIONS ' fﬁﬁ

:“'tQHSEC' 321. '(a) A contractor that is a- small bu51n°ss oT an.

"fedueatlonal 1nst1tut10n will receive title to any contract

_ invention in each country listed under paragreph 313(,)(2)

1f}?"a¢t " where it Files?a petent-a?plicetion'within e_r ﬂcble time.

. Its title will be subject to ithe Government's minimum :ights

Ul

._ueder section 331_ehd march-in rights under section 32,
te(b)e fhe_Government_will receive title'torthe.contract
't inVention'in.any'country where the_ebntractor eiects not to
" 'file a patent application or fails to_file-within a reasonable
tlme.' ‘ |
(c) No rights in a cohtrect inVeﬁtion held bylan
eeducatlonal.institution under this section may-be essighﬂd

without the approval of the respons;ble agency, except to a

patent management organization which assumes the ObllQaL1DnS of

-the-contracto;_under_th;s_Act.
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LARGER BUSINESSES AND OTHER CONTRACTORS

| SEC;' '-32.2. (a) | If the Contra.c.:_t__g'r_ié' not..a amall husiness ar an

educational institut] > in

~any contract invention.

{(b) 1If the cbnt:actor_elédts to fi;e.abatehﬁ appiicatiqn..
:dq a:teﬂQrtéd;c0ht:a¢t invention in any cduntry;and does Filé'
l Dhé within a reas0nable“timé,'itlwill receiQe_én'eXCIUSivs
license théf the patent, with the fight'to granﬁ ekbluéive,

partially exclusive, or nohexcluSive"SUblicenses,Jin each

L :described.fiéld of use. -These'exclusivé rights.will be éubject

 to the Government's minimum rights under section 331, ‘march-in
- rights upder section 332. The contractor will automatically
~receive these exclusive rights sixty days after. it provides the

‘responsible agency with the complete'ihformation'fequired by

O éubsectioh 313(a) unless the agency earlier ﬁotifieé the

contractor of its intention to make a determinétion under
'_SUbsection (c) of this seétioh; | |

(c) The.cohtractor~will-hot-récei#e_ekéiusive fights‘in
”any‘field of usé-if the'responsible agency.determinés‘that'the

; cont:éctdrfs possession of su¢h3rights would be contrary to the
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requrrements ef the agency s mission or would llkely result 1n

the agency s exercrsrng its- rlght to termrnate under sectron

L]

o : CONTRACTOR LICENSE _ R .
"£SECd323 Any contractor that complies wlth subsectlon 313(8)
:: w1ll receive nonexclusrve royalty free llcenses to praetlce the
_contract 1nventlon in all countrles where 1t does not receive.

”f;tltle under section 321(&) and in all flelds of use and all

';'countrles in whrch 1t does not recelve exclusrve rrghts under"

_sectlon 322(b). Such llcenses may be revoked only 1f necessary. -

'feHVto_allow_Lhe Government to grant exnlusrve lwcensos under Ti tle

Voo

._‘. .

; Chaptern3..'Minimum Rights, Merch-ins,_and Transfers to

nEleogees.'

o MINIMUM GOVERNMENT RIGHTS
_SEC” 331, (a) The Guvernment will have the followrng rlghts
| ﬂrn any contract 1nvent10n.

(1) the rlght to require from the centractdr wrrtten

'~ reports on the invention and its use,

+
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ftZ)e a'royalty-free'WOrldwide right oT licehSE.toe
B epractfce the invehtion or haveeit,pfaeticed for the
-1 'Government and _l | “. | | |
' ei rf(z) the rlght to 1lcense ‘0T subllcense State, local
| or forelgn governments to practlce the 1nvent10n or
have_lt practiced for them, 1F_the.agency determlnes
'af'the time.of contracting thet'ecquisitioh of this

-Tright would serve the national interest.

(b) Whenever the Government has rights in any inﬁention

‘-e_under thls Tltle, any patent appllcatlon fﬂled on the 1nvent10n

'and any patent issued on it w11l 1nclude a statemenL that the

'-1nvent10n was made with Governmene support and +ha ' he

; '?'Government has rlgh s to it.

MARCH IhS

‘_SEC 332, (a) The Government w1ll have as to each contract

S 1nvent10n the rlght to terminate the contractor s tltle or

.exclu51ve rlghts in whole or in pert to requ1re the ‘contractor
to grant ‘appropriate llcenses or subllcenses te respon51ble
'appllcants, or, if nécessary, to: grant such llcenses or
subllcenses 1tself but only -

{1) if the contractor has not taken, or is not .
expected to take, timely and_effective steps to'
_achieve'practical applieation of the invention in the

"fields"of use affected;




-(2)'-if necéssary to proteét fhé national'sechity}
(3) if necessary to meet health or safety needs,
(4)* if nECESsary to meet requ1rements for publlc use
 'spec1%1ed by Federal regulatlon,_' | |
' (5)Y if the contractor's rights in the 1nvent10n have'
' jtended to lessen competltlon substant1ally or Tesult
“'1n undue market concantratlon in any section of the
”--_fUnlted States in any line of commeTce or to create or
'-‘malntaln other situations 1ncon51stent with Lhe
=ant1trust laws, or ‘ o | _
f(s) i the contractor has fqlled to comply w1th Lﬁa
' réport1ng.;equ1rements of this Act.
'f:(bji2Thésé.march~in=:ights hay'be exefcised:on.£=e '
respoﬁsibie agéncy;s own initiétive or on a ﬁetitibn from an
ihterested person. | -
-(c) ﬁhenever under this’seétion an agency requires é:
tcontractor to grant a llcensn or subllcense, 1t may spec1|y
Jreasonable terns, 1nc1ud1ng the royaltles to be charced if

any; the duration of the llcense or.subllcenses,,the scope of

' :f”eXC1usivity; and theé fields of use to be covered.

_TRANSFER OF RIGHTS TO CONTRACTOR EMPLOYEES. -
SEC. 333, (a) The contractor's emploYee-inyéntor may receive

some or all of the contractor's rights under this1Titlé with
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' the:permiSSion bf the contractor and the aphrdvai of the
-srespon51ble agency. “The cdrreSponding 0bligations of the
“'contractor under thls Tltle then w1ll become obllgat1ons of the

j?employee 1nvent0r.

(b) When the contractor is a small bu51ness or an

_educatlonal 1nst1tut10n, the. resp0n51ble agency may 3551gn some
s' 0r all of 1ts rights under subsectlon 321 to the'
'employee 1nventor if 1t finds 1nsufflclent 1nterest in the

L ?contract 1nvent10n to Justlfy exer0131ng those rlghts

(s} ¥hen the contractor is not ‘a: small buszness oT an

educat10na1 1nst1tutlon, the rﬂsp0n51ble agency may aSSlgD some

s cr all of.lts rights under subsectlon 322 to the

. employee-inventor if it finds insufficient interest in the

:'_sonﬁréct.inysntisn to justify exercising those figﬁts and if.
fthe-sohtractor has not requested any exélusive rights;in the

- invention.

(d) All rights assigned under,subsections-(b) or (c) will

*be'shbjE¢t'to the Governmeht's mihimum rights”dhdai'secticn 331

,and'méréhuin rlghts under sectlon 332

j(é) ;The employee- 1nventor may. not assign, llcense, orT

‘__trsnsfer'any rights acquired under subsections (b)) or (c).

except ih.an arm's length transaction entirely negdtiated after

: fhe écquisition.
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- TITLE IV -- INVENTIONS OF FEDERAL EMPLOYEES

¢« '_ EMPLOYEE INVENTIONS
',e_SEC.‘Abl;' Thls T1t1e applles to "employee 1nventlens" which'
:are 1nventions made by Federal employees or by employees of a

‘Government—owned, contractor-operated facility.

. REGULATIONS

|  7f:SEC 402 . The Comm1951oner of the Unlted States Petent and

's;Trademark Office w1ll 1ssue regulatlons to 1mplement thls tltle.'

REPORTING OF INVENTIONS

%iﬁéittweﬂﬁﬁt:(e)”.Fede““l eneloyees w*li file timely.wfittee '
'_reports an any inventions they make to the _espon51bler-
-'.agen01es.r Each repert must,contaln.complete technical
'fihfofmatioh'concerning the invention. The GeVernment.will

i;f; einelther publlsh nor release the report untll there has been a

freasonable time to file patent aplications.

(b) If the responsible agency ‘determines that a Federel

employee~-inventor unreascnably failed to file the report.

requifed'by subsection (2), the employee may betdepfived'of

‘some or all of the rights he would have received under this

- Title.
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CRITERIA FOR THE ALLOCATION OF RIGHTS

'ESEC._aUA The respon51ble agency w1ll determlne the rlghts of

. ]
-the Government and of Federal employee 1nventors in any

'pf'plnventlons made by the employee 1nventors. It Wlll employ thel-

"";follow1ng crlterla.__

'(l) If the invention bears a relatlon to the dutles
”f'of the employee inventor or was made in consequence of
'p_hls employment the Goyernmeot Wlll recelve all rlghts.

“in the 1nventlon.

_l (2) If the 1nventlon bears no relatlon to the dutles

:7:of the enployee 1nventor and was not made in f

-~ consequ eo ce of his employement; but was made with a

"HcontrlbuLlon from.Governmeot'facilitieS;leouipment;

| ematerlels, funds,.or proprietary.infofmatioh or . from :
'Services of other Federal employees oh'official doty,.
the employee 1nventor will receive all rlghts 1n the
1nvent10n, except as prov1ded in paragraph (a) Those'

': rights, however, w1ll be subject to a nonexclu51ve

"_.royalty—free worldwide license to the Government to

practlce the invention or have it practiced for the

‘Government. The agency also may acquire the right to
‘sublicense State, local, or foreign governments to
"fL o T praeticehthe'invention or have it practiced for.them

'_:if acquisition of this right would serve the national

interest.
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:n7(3}3 If the agency finds 1nsuff1c1ent 1ntetest in an
.flnvention to Justlfy exerc151ng its rlghts under
fparagraph (l), the employee 1nventor may recelve all
- of those rights, except_as prov;oed in paragraph (4)
”and'subject_to the.Gove:nment'liCense and.sublicensihg'
:'fights described'in.paragraph (2) 'Hoaever;.nothing-
:_1n this paragraph will prevent the agency from |

| publishing the 1nventlon or otherw1se dedlcatlng it to

7 the publlc.

(4) 1If the agency determines that natlonal securlty

'g might be lmpalred if the employeehlnventor=were to-
erecelve r*ghts im an 1nventlon under par agraphs (2) or
't(3), the Government wwll receive ell rights in the
n_ihventloﬂ. _ _ | _

'_(S)g A Federal employee is entitled to‘all rights in
.any inyention'made by the employee that is.not covered
..by paragraphs (1), (2), or_(3).' .... - _

-(6) Notwithstanding paragraph (1), an agency may

| enter into agreements providing for'appropiiate'

'allocation'of rights"in'inventions’that fesult from

' research or development to whlch other partles have

substantlally contributed.
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PRESUMPTIONS

,SEC. 405. (a; There w111 oe a rebuttable presumptlon that an
“';employee 1nvent10n falls w1th1n the criteria of paragraph
  &0&(1) 1f 1t was made by a: Federal employee who is employed or
fa551gned to —=' o  _ | |
(1) 1nvent, 1mprove, or perfect any. art, machrne,_
| manufacture, or compoeltlon of matter,
'_(2) conduct or perform researoh or development work
'.(3) superv1se, dlrect, coordlnate 0T review
_‘federally—supported research'or:develooeht7rork;-orr
e{A)r act as liaisbn among agencres or 1nd v1duals
eng ged in 'such work.
_(b)..There will be e reouttable oresumptlon that an
- invention falls Wlthlﬂ the crlterla of_paragraph AO&(Z) if it.

ewas'made by aoy.other Federal employee.

_ REVIEW OF AGENCY DETERMINATIONS
"_SEC. 406. Agency determinations under_sections 403(b)'and 404

'will be reviewed whenever --

(1) the agency determines not to acquire all righte'io

.an invention, or

. {2) an aggrieved employee--inventor requests a
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B ereyiew;.‘Stendards'and.proeedures'for this review will.be
';prescribed-ih the regulations issued under section 402.
0 : ) i

.REASSIGNMENT'UF'RIGHTS

-"'V*fSEC' 407' If an agency finds on the ba31s of new ev1dence thatr

it has acqulred rlghts in an 1nvent10n greater than the
':Governmont should receive under the crlterla of sectlon 404, it
-w1ll grant the employse- 1nventor such rlghts as may be
necessary to correct the erTor. :

INCENTIVE AWARDS PROGRAM

N f SEC. 408. (a) Agen01°s may moneea 1ly rehard and 0;herw1se

h'fecoanlze enployee-lnventors so as'eo selmula‘e emnloymﬂ
: in§ent1ons and encourege dlscrosure; For thls purpcse they‘may
ueefrhe Federal incentive awards system'(5_urs;c. Ch. 45, 10
:'U7S C' Ch. 57, and imnlenenfing regulationS), as medified by
'thls sectlon. “ o | | | '
(b) The amount of an award for an inventlon w1ll be based
o == | _ | .
| | (l). the extent tn which tne_invention advances the
Steie'of the art; N |
| (2)' the scope of applicétion of the-inVentiOn;
{3) ;he value of the_invention to'the Government; and
(4) the extent te which therinvention has eome into

public use.




| (”c”)'

(d)

to -‘--_."

(e)

()

the agency.
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Awards for an 1nvent10n of up to $10 DOD may be made

| by the head of an agency.

Awards of over $10, 000 but 1ess than $35,000 may be._.‘

made for hlghly exceptlonal 1nvent10ns by the head of an aency :

. (1) 'civilian employees, with_the'apprdvéi'of.the'
. ‘? dffice of Personnei Mahagnmeht- | S
© . (2) members of the Armad Forces; wlth the approval of
_.the Secretary of Defense, : ae -
(3) members of the Unlted States Coast Guard when nout_i
~operat1ng as a serv1ce in +he Navy, wzth th° aoprovdl

B of_the‘sybretary of Transporbqtlon,"

(£) members of the Commissioned Corps of the United

States Public Héal‘h Service, with the approval of the
 Secretary of Health and Human Serv1ces, and

'1(5) members of the Comm1331oned Corps of the Natlonal

Oceanlc and Atmospherlc Admlnlstratlon, w1th the
approval of the Secretary of Commerce."

Presldentlal_awards_of_more,than;$35,000_may be made

_to emp10yee-invent0rs by the President upon recommendation of

Acceptance of a cash award under this section

_ constitutes an agreement that any,Governmeht use of any

invention for which the award is made forms no basis for




"awards.'
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= further clalms agalnst the Government by the reC1p1ent

'iheirs, or hls assrgns.

(g)

his'

Any cash award to or expense for honorary recognltlon

: of an employee 1nventor wrll be pald from the fund or'

= approprlatlon of the agency prlmarlly beneflttlng.
'-the agency will determine the amount to be pald For
The Pre51dent w1ll determlne the amount to

:gPre51dentlal awards.'

(h}- Nothlng in this_section requires'an-agency
o INCDME SHARlNG FRDH PATENT LICENSES
'”'ZSEC:'AO9I' An'ag ncy mey sha e incom received from

license with the employee~1nventor.

) CONFLICT OF INTEREST
| sec 410.

:The head of

agency
be paid for

to make any

Any determination of an appoint*ng'official under

subsectlon 208(b) of tltle 18 United States Code that relates

to promotion of a Federal employee s-1nmentlon by the employee

"will be subject to regolations prescribed by the Secretary of

- Commerce,.

Management and the Attorney General.

with the concurrence of the Office of Personnel




" TITLE V -- LICENSING OF FEDERALLY~OWNED INVENTIONS

 COVERED INVENTIONS

.0-

"TZSEC._fSOi. This Title applles to all federally- owned patent

.rights, except that apart from-llcenseg granted_under sectlonV

I 332, it does not apply to licenses granted under Title III of

"this Act.

REGULATIONS |
:tSEC;- 502.‘ The Admlnlstrator of General Serv1ces oay
; promulgate regultlons spec1fy1ng the terms and’ coodltlons upon
Vipwhlch fede;ally owned patent rights: may betl ehéédii
, _

| EXCLUSIVE OR PaefIALLY EXCLUSIVEKLiCE§SESt
SEC;. 503.. (a) An'egenoy may grant exclusiye'or:pa:tially
: exclusive domestic licenseo Onder federeily-owhed petent rights

eonly\if, after public notice and opportunlty for flllng wrltten

I ;o objections, it determlnes that --

 (1) the lntQIESLS of the Government and the public
best will be served by the proposed llcense,'ln view
of the appllcant s 1ntent10ns, plans, and ablllty to
achleve practlcal appllcatlon of the 1nventalon oT
'otherw1se promote its publlc use,' - o
(2) the desired practlcal appllcatlon probably w1ll

not be achleved under a nonexclusive license;




. (3)t'ekclusive'orfpartiellyekolﬁéiveriieensing.is'
rneeeesary to attract the inreetment required to bring'
E _the 1nventlon to the pornt of practlcal appllcatlon orz |
.fotherw1se promote 1ts public use, and - 7 | |
'(4) the scope of proposed exclusrvrty is not greater
"than reasonably necessary. = | | .'
However, an agency may not grant any. lrcense that wrll tend to
1essen oompetrtron substantlally or result 1n undue market

concentration in any section of the United States“in any line

- of commerce or to create or maintain other 51tuatlons:

«51trf“1ncon51stent w1th the’ antltrust laws.

(b) An agenoy may grant exclusive or partrele exclu31ve:
eforelgn licenses under. any federelTy owned patent rlohts after
'_ publlc notlcn and opportunltly for flllng written OchCthnS
and after determining whether the 1nt=rests of the Government
'or of Unrted States industry in forelgn commerce’ Wlll be
w.enhanced. However, an agency may not grant any llcense that
Vwill”tend to lessen competltlon substantlally or result 1n. .
'undue market ooncentratlon in any section of the Unlted States
in any line of commerce or to create or malntaln other
'srtuatlons 1nconsrstent with the antitrust laws
| {c) Agencies will maintain publicly available,
‘ -periodicelly'updeted recorde:of'determinatione to grant'.

exclusive or partially exclusive licenses.

o




 SEC. 504.

SEC. 505.
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MINIMUM GOVERNMENT RIGHTS

Each exclu51ve or partlally exclu51ve 11cense w1ll

| contaln such terms and condltlons as the agency flnds_ . |
“: approprlate to protect the 1nterests of the Government and the

jj;1fj_;_ publlc, 1nclud1ng prov1510ns reserving to the Government.

(1) The rlght to requ1re From the contractor wrltten

'reports on the 1nvent10n and 1ts use, -
{2) A royalty free, worldw1de right to practlce the

'1nvent10n or have ‘it practlcead for the uovernment and

(3) The rlght to llcense State,-,ocal or forelgn

govornmuhus to DIcCthE the 1nventﬂon or haVE it

|3

practlced for them if thp agency_dgterm;hss_that .

reservation of thls right would serve the national

interest.

MARCH-IN RIGHTS

The Government will have'thehright'as to gach

"license to terminate the license in.yhOIe'or in part, but only--

(1) if the licensee has not taken, or is not expected
to take, timely and effective steps tc'achieve' |

préct@cal_applipation of the invention:in the fields

- of use affected;
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'ffz)‘.if necessary‘fo_pretect,natiohal seee:ity}
e(B)"if necessary'to.heet.health or:safety needs}'
'(4)* if necessary to meet requ1rements for publlc use
 spec1f1ed by Federal regulation;. | -

(5) if the licensee's rights in the 1nventlon have

:4_ tended to lessen competltlon substantlally oT result

-pwn init

in undue market cnncentratlnn in any sectlon of the

Unlted States in ‘any line of commerce or to create or

,xmalntaln other 31tuatlons_1ncon51stent\w1th the'
‘antitrust laws; or | | .:_ ﬂ 3 .7 N

' (6) 1f the llcensee has falled to Conp1y with- the.

“terms of the 1lcense o N ' :

(b)

These mafch—ln rlghts ney be ex=r01sed on th gency'

'etlve or on a petition from an 1n;eLested person.




" TITLE VI -- MISCELLANEOUS

PATENT INFRINGEMENT SUITS AND RIGHT OF INTERVENTION
“ﬁSEC 601. ca)“ Any person rece1v1ng an exclu51ve llcense unde;
| thls Act may enforce rlghts under the llcense by brlnglng suit
Tfor patent 1nfr1ngement. 'The United States need not be Joined
.Taa a-pafty to such a suit. However,'the licensee pronptly will

'HIlee nptlce of the suit to the agency that granted the llcense,

and all. parties will serve copies cf papers on the agency ‘as.

;tthough it were a party to the suit. |

L (b)  The Unlted States may 1ntervene in any su1t in whlch =

Cthe va _dlLy or coverage of red::ally pwned patent rtphts is in

“irissue.

NOTICE, HEARING “AND JupléiAL REVIEWI.

'T_SEC' 662; (a)' Agency determlnatlons under sectlons 313(b)
-322(c), and 505 Wlll be made after publlc notlce and
oppnrtunlty fpr a hearlng in “hlch the Unlted States,'any

_Iagency, or any interested person may partlclpate, and will

' include'written-reasons,for.the-deterhination.
(b) The United States or any participant‘adVersely
-affected by an agency determination covered.by-subsection (a}

may appeal it to the United States Court of Claims within sixty

. days after-the determination is issued. .That court will have
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- exclus;ve JUIlSdlCthﬂ to determine the matter de nove and to-

_afflrm, reverse, or madlfy the agency determlnatlon.

- ¢
 RELATIONSHIP TO OTHER LAWS

603. Nothing in this Act creates any immunities or

defénSes to actions under theiantitrust laws.

- SEC..

DEFINITIONS
664. As used in thls Act -

(1) "Acency“ means an “executlve agency" of the Feder

_'Governncnt as deflned by section 105 of tltle 5, Unlted

States Code, and the mllltary departme Es def*ned by

| 1 sé¢tion'lO2 af tltle 5, UﬂlpEd Suates Code. "Responszble

*agency” means the agency which is party to a contract for

the performance'of research or development, has received

.*'the patent rlghts from another agehcy,‘ur has

admlnlstratlve Jurlsdictlon over an amployee 1nventor.

(2) wAntitrust laws"™ means the laws included within the

_definition of the term "Antitrust laws” in section 1 of the

- Clayton Aét.(IS‘U.S.C. 12), as amended, and the Federal

Trade Commission Act (15 U.S.C. 41 et seq;),'és amended.

'-(3) "Contract" means any contract, cooperative_agreement,

S

e

or grant entered into between any agency and any peréon for

the performance of researach or develdpment_sUbstantially'
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'fUhded-by the Government. 1t covers any eSSignmeht.

substltutlon of partles, or subcontract of any type.-

(4) "Contractor" means any person other than an agency

'Fsi-that is a-party to the contract.

'g'(55 "Educational 1nst1tut10n" means any unlver51ty er
other 1nst1tut10n of hlgher educatlon,
'fts) "Federal employees" means employees as- deflned in
5_sect10n 2105 of title 5, Unlted States Code, and members of.t
 s:the uniformed serv1ces._ |
”t.(7) ]"Inventlon" means any inVention or'discover}lthet isr
'Vor may be patentable or otherw1se protectable undet the
-flaws af the United Stetes. "Contrect 1nventlon" is def*ned
= bY'seétion'sll.-:"Empioyee“invehtioﬁ"'is definéd by'sect;on
.'451; _ . ,
(8) FMade"_when used_in.feletien‘to any inyentidn means
' conceived or first actually redeeed td:praetices
fsf(9) .ePatent" meaes petent, patent applieation,-or any :
foreign equivalent form of protection‘fo:.inventions;
ihcluding aethor's eertificates.~
:(iO) "Patent rights" means petents, patent licenses,'and
rights to gtant liceeses or sublicenses.
_'(li) 'ﬂPerson"_heans'any.indieidual, partnershie,

corporation, association, institution, or other entity. =~
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T o12)  "Pra¢ticél application® means manufactﬁré,'in'the

-~ of a machine, process, or system, under conditions that .

'establlsh the 1nvent10n is belng worked and its. beneflts
| ]are avallable to the publlc an reasonabla term.
:_(IJ)VI“Small business™ means a small bu51ness cdncetn as
' deFined in section 2 of Public Law ssfszs (15.u.s;c.'532)'
- ;ahd”implementing rEQQlétihns.of tﬁe.Admiﬁistrator af tHe
B Shall'BUSiness Admiﬁistiation.‘ h |

"1 (14) ‘"State" means any State or terrltory of. the Unlted

,=LStates, the DlSurlCt of Columbla,_and the Ccmmonwealth of

'Puerto RlCO. "Local" means any domestlc counby,
- ‘ .

?ff{municipality, or other gove;nmental entlty

| | AMENDMENTS TO OTHER ACTS
| SEC.605. (a) Section 10(a) of the Act of . June 29, 1935, as
. added by title 1 of the Act of August 14, 1945 (7 u. 5.C.

:"'4271(a)°'60 Stat. 1085) is amended by strlklng out the

.follcw1ng: “Any contracts made pursuant to this authority
" shall contain requirements making tﬁe results of research and

investigations available to the public through dedication,

assignment to the Government, or such other means as the

Secretary shall deterhihe.".

case of a composition or product, or practice, in the case
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(b) Section 205(a) of the Act of August 14, 1946 7 u.s. C.

'5 _1624(5);_60 Stat. 1090) is amended by strlklng out the

_.fblléwingi "Any contract made pursuant to this section éﬁall'”

'_.COntain requirements making the.;esult 0f such research ahd__ 
VQihvestigations available to the public by such means as the o

 ff1Secretary of Agrlculture shall determlne.".

(c) Sectlon 501(c) of the Federal Coal Mine Hﬂalth and
'Safety Act of 1969 (DO u.s.C. 951(0), 83 St at 742) is amendnd
“by str1k1ng out the follow1ng. "No research demonstratlons,
' 'oi é£periments shall'be carried out, contracted for, sponsorad,
'_._EOSponéorEd’_or auihorizéd'undﬂr-auﬁhﬁriy df'théé'hct, Unléss‘ 
| all: 1nformatlon, ‘uses, products, proc&sses, pctnnts, and other

deve Opments resultlng from such resea acn, dﬁmons»raulon, o:

.experlm ents mill (w1;h such exception and 11m1Lquion,'1f any,
as ths_Secretary or the Secretary of Health, Education, and
Welfare may'find to be necessary in the public interest) be

'avallable to the general publlc ",

"- (d) Section 106(c) of the Natlonal Trafflc and Motor.

Vehlcle Safety Act aof 1966 (15 U. S c. 395(c), 80 Stat. 721) is

'repealed. o i - : _1" —

(e) Section 12 of the National Science Foundation Act of

1950 (42 U.S.C. 1871(a); 82 Stat. 360) is repealed.

”_'ff)- Section 152 of the Atomic Energy Act of 1954 (42
U S C 2182; 68 Stat. 9&3) is repealed.
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‘ (g) The Nat10nal Aeronautlcs and Space Act of 1958 (72
Stat 426) is amended -- | | .
| (1) by repeallng sectlon 305 (h2 u.s.c. 2457).
_ However, subsections (c) (d), and (e) of sectlon 305
 sha11 contlnue to be effectlve Wlth respect to any
' appl1cat1on for pateants 1n:wh1ch the written
[.statement referred to in subsection'(:) of_subh
section has been filed or réquésted:t0 be_fiIed by the
'Cqmmiésioﬁer of'Patents'and'Tradeharks7béfdre tEe
_effective date of this Act; |
(2) by striking out, in section 306(a) (42 U .5.C.
i;2£58(é)L "(as dealned by SaCthH-JO:)";-nhd by -
17t;str1k1no out "th; Invnntlons and'Con*“1but;ons Board
 established under section 305 of this Act" and
inserting instead: han Inventions and Contributions
Board whlch shall Se establlshed by the Admlnlstrator
w;thln the Admlnlstratlon"' _
(3) by 1nsert1ng at the end oF sectlon 203(3) (42
"U S.C. 2478(a)) the follow1ng new paragraph: |
| “(l&) to provide effective contractual prov151ons'
- for reporting the results_of_the‘activities'of
:_;the-Administration, including full. and complete
tebhnicél reporting of any innpvationhade.in the
course of or under any cantract of the

Administration.®
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”_(4) by lnsertrng at the end of section 203 (42 u.s.c.

_-2478) the followlng new subsectlon"

e n(d) For the purposes of chapter 17 of tltle 35'

'of the Unltes States Code the Admlnlstratlcn

'.shall be c0n51dered a defense agency cf the
iUnited States.ﬂ and

- (5) by strlklng out the Follcw1ng in such sectlcn.'

#(includlng patents and rlghts thereunder)".

(h) Section 6 of the Cdal'ReSearach and.Defelopment fAct of

B j=.1950 (30 U.S.C. 666; 74 Stat. 337) is repealed.

(1) Section 4 of the Helium Act Amendments of'1960'(50 '
'_U;s.c_.zs?b;.7a Stat. 920) is amended by striking out the

”fcllowrng. ”“Prcyided, hawever, That all research contracated
'.for, spensor 'd, cospcnsdred,.orIautncrired under adtncrity&cf |
n:'tnis Act'shall be prdvided for in such a'manner that all |
._ 1nformatlon, uses, products, processes, patents, and other -
_develcpments resultlng from such researach developed by
rGovernment expenditure will (with such‘exceptlons-and'
11m1tat10ns, if any, as the Secretary may find to be necessary
“in the interest of mational defense) be avallable to the
general public: And provided further, That_ncthlng_ccntalned
"iﬂttherein shall be ccnStrued'as:to deprive the owner of any
'“.;':background catent relating'thereto to such rights as he nay

have thereunder." and by inserting instead a period.
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' (5) 'Sectiah 32 of the Arms Control and Disarmament Act of

"7jf1961 (22 U.S.C. 2572; 75 Stat. 634) is repealed.

(k) Subsectlon (e) of Sectlon 302 of the Appalachlan
‘fReglonal Develcpment Act of 1965 (40 U.Ss. C App 302(e); 7

j “?,:Testat; 5) is repealed.

'”'(1)3 Subsection (c) of-aeetion'203 of the SOlid wasfe‘
_Diaposal.Act:(42 u.s.c. 3253(c); 79 Sfat 997) is repealed.
;. (m) Section 216 of title 38, Unlted States Code, is-
- amended'strlklng out subsection (a)(z)_and-by rede51gnat1ng
'subsectlon (a)(3) as (a )(2) |

(n) Except faor paragraph (l) of sectlon 9 of the Federal

' Nonnueiea; Energy Resp arac h end Deveaopment Act of 1974 (42

'-:'U,S.C. 590’- 88 Stat. 878) 1s repealed.

(o) Section 3 of the Act of June 22, 1976 (42 U.S.C.
: l959d, note, 90 Stat. 694) is repealed |
| {p})- Sectlpn 5(1) of the Tennessee Valley Authorlty Act of.
:1933 (16 u. S C 831d(1); 48 Stat 61), 1s amended by strlklng
" both prpv1sp clauses at the end ' '
- (a) Ssection S(d) of the Consumer Product Safety Act (15 |
'u.s,c;-zosa(d) ‘88 Stat. 1211), is repealed

(r) Section 3 of the Act of Aprll 5 1944 (30 U.S. C. 323; .
.58 Stat. 191), is repealed | | R
(s) Section 8001 of the Solid Waste Disposal Act (42

' U.S.C. 6981; 90 Stat 2829) is repealed.
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EFFECTIVE DATE

 E:SEC; 606 This Act wlll take effect on the flrst day of the
":‘seventh month beglnnlng after the enactment of this . Act.

"fImplement;ng regulatlons may_be 1ssued earller.




