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IN THE HOUSE OF ,REPRESENTATIVES

To establisba. uniform Federal system for management, protection, and utilizatiolll
of the results of federally sponsored scientific and. tet:hriological research andl
development; and to further the public interest of the United States domesti.,
cally and abroad, and f?~ o,ther related purposee.

TITLE V-MISCELLANEOUS,

,CHAPTElt t'-:'DEFlNITIONS; RELATIONSHIP.TO OTHBIt LAws
~ '.' ': :

Sec. 401. Authority of Federal agencies. _ . .' :
Sec; 402; Authority of the Secretary of Commerce In ~peratioD with other Fed-

. eral agencies. _ ' ,"
Bec". 403. Authority of AdminiStrator of General Services.
~c. 4~...~ts alan exclusive. or partially exclusive license.,

See. 511. DefinitiOIU.
Sec. 512. Relationship t.o otherlawl;

C!LU'TEIt2':"';:'~NDMENTS' .roOTHEB ACTS

Sec. "52i~ Identified ACu~fuled.',

O~EB ~Et'F8CTIVB DATB'PaOvUUON

,1.,_,;
····'i~ ;_'"

SEPTEMBER 23, 1981 ,

Mr. ERTEL ([or himself, 'Mr.. Fd~UA'•.Mr•. WALGREN; Mt.BROWNof Calilo~
Mr. HOLLENBECK, Mr. LAFALCE, Mr. AuCOIN, Mr. MURPHY, Mrs.HEcK

e LE:2, Mr. HOOHES, and Mr. WINN) introduced the fOllowing bill;' which was.
re[elTedjo~tly to ~e Committees on the Judiciary and Science and Technol
ogy

,

pubiished by THE BUREAU OF NATIONA.L AFFAIRS, 'INC., 'WASHINGTON,D.C. 20037

See. 301. Ownership and rights of the Government.
Sec. 302. Rig1l.tsof the contractor. .
Sec. 303. Waiver.

;.:- seJ. 304. March.in.rights.
See. 305. General provisiolU.
See. 306. Judicial review.
Sec. 807. Contractor's payments to the Government.
See. S08. Background rights. .

.~ ',"

FINDINGS

TITLE I-POLICY

SEC;' 101. The Congress,"'recognizing the profound

.> . .

tional 'resourc~;

(2) Federal policy on the allocations of rights to

'iriventlons resulting !rom federally: ~ponsored- research

, and development sliould' stimulate inventors, meet the

needs of the li'ederalGovernment, and serve the pnblic

interest~~8.nd .

(3) the pnblicinterest would be better served if

grea~r'efforts were made to·'promote the co~ercial

use of 'new technology'resulting from federally spon

sored research and development, both in' the United

States and foreign conntries, as appropriate.'

DECLARATION OF PURPOSE

SEC, 102, It is the purpose of tliis Act to-/

Sec:S31; Effective dB.te•..

impact of science and technology on society and the interrela

tio~s of scientific, technological,. economic, so~al, political,

andh.stit~tlonal factors, hereby finds that- '

(1) inventions in scientific and technological fields

resulting from work performed ~der ,Federal research

and development, programs constitnte a valuable na-

.' \:
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TITLE II-FUNCTIONS OF ,TIlE OFFICE OF SCIEliCE AlIll TECHNOL
OGY POLICY AND THE FEDERAL COORDINATING COUNCIL FOR
SCIENOE, ENGINE~~~G. AND TECHNOLOGY

",
TITLE I-POLICY

Sec. 101. Findings.
Sec. 102. Declaration of purpose.

~~c: 201:, FederalC<!Ordinating'Coun:c~ for Science, ~ngineering.'and Technology.

TITLE m:"ALLOCATION OF PROPERTY RIGHTS IN INVENTIONS RE
.. SULTDl"G FRml FEDERALLY SPONSORED RESEARCH AND DE.:

VELOPME!IT

"

;.~ . : .. ", '--.'.'..' .....',,~ '< [ O' • ,".: ". • •

Be it~nacteitby the Be:nateand. House of R~presenta.

tives of the 'United Stale; of America in Congress assembled,

That this Act may be cited as the "Uniform Federal Re~

search and Development Utilization Act of 1981". '

'ro establish a uniform Federal system for management, protec- '

, tion, and utilization oLthe, results of federally sponsored

" scientific and technologi~al research and development; atid

to fnrtherthepublicinte~~si of the United Statescl~mesti
"cally and abroad, and for other r~u.:tedpurposes.
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(1) establi,h a uniform Federal 'ystem for the

mauagement and use of the results of federally spon

sored scientific and technological research and d~velop-

-ment;

(2) provide for uniform implementation of the pro

visions of thIs. Act," and to make a continuing effort to

monitor such, implementation;. .
(3) allocate, right' to invention' by c?ntr~tors

which result from 'federally sponsored research ~ifde:

velopment ,"so as 'to':'-

(A) encouraie the participation;;f the most

qualified and competeJ,lt. contracto~~,

(8) fo,tercompetition;,

(C) reduce the administrative burden" both

for the Federalagencie, aod it, contractor" and

(D) protect the public inve,tment in research

and development by promoting the widespread
"":, ":. " _'c- . •

utilization, of inventions;

(4) provide for a dome,tic and foreign protection. . ,. ' ..;

and licensing program to obtain commerci~l ~tilizatiori
. _ c. ,_ _

of federally owned inventions,>0.th the objeciive of

strengthening th~--:N~ti~'n's econom;;'~~i expanding its

domestic and" foreign markets; ~-d'~'; . .
'(5) ~mend o;;;epeal .other .Act'aodExecutive

".": :~':

orders regarding the allocation of right; to invention'

'which re'u1tn-~m f;deraIiy ,po~;o;edre,ear~h' and de-
.,,-.' ;. '; ";:,,, ~

velopment and the licen,ing of federally owned patent"
.'.,' !. . <:,

TITLE II-FUNCTIONS OF TI:IEOFFICE OF SCI

ENCE AND TECHNOLOGY POLICY AND THE

FEDERAL COORDINATING COUNCIL FOR SCI

ENCE, ENGINEERING, AND TECHNOLOGY

FEDERAL COORDINATING COUNCIL FOR SCIENOE,

ENGINEERING, AND TECHNOLOGY

SEC. 201. (a) The Federal Coordinating Council for Sci

ence, Engineering, and Technology (establi'hed by section

401 of the National Science and Technology Policy, Organi

zation, aod Prioritie, Act of 1976 (42 U.S.C. 6651» (herein

after in this Act referred to as the HeOlmeil") shall make

recommendations to the Director of the Office of Science and

T"chnology Policy (hereinafter in this title referted to 'a, the

~~]Director")J :with regard to-

(1) uniform and effective plaoning aod administra

tion of Federal program' pertaining to inventions, pat

ent;, trademarks, copyright;, right, in iechnical data,

and matt~rs connected therewith;

(2) uniform, policies,regulation" guideline~'and .

practices to carry out the provisions of this Act aod

other Federal Government objective, in the field of in

tellectual property; and

(3) uniformity and effectiveness of interpretation

aod iInplementation by individual Federal agencie, of

the provi,i~ns of this Act and o;her relatedFe~eral
Government policies, regula,tio~~, a~d pra~tice;~-"

(b) Recommendations regarding,matter, set forth in sub

section (a) which are made by the Council and adopted by the

Director shall be transmitt~d to Federal agencie'tm-'ough ap

propriate channels.

(c) In order to catry out the responsibilitie, set forth in

s~b;ectio~ <a) and (b), theCouncil is authorized to-

(1) acquire data aodreport, from Federal agencies

, on the interpretation and implementation of thi, Act
.... " ,',n; - -,,' "', ,'. '.'.,

andrelat~d. polici~s" re~~ti~~~!.: an,d practices;

(2) review on its o~ ini~i~tiveJ ·O!. upon r~9.uest

by a Federal, agency, Federal agency 'implemelltation
.', -."., '" .,." ..... - . '. ". - ~ : - .- .

, of the provisions of thi, Act;

(3) analyze on a continuing basis data acquired by

the Council;

(4) consider problems aod developments in the

·fields of inventions~ patents, trademarks,: copyrights,

right' in technical data, and matters connected there

with and the impact thereof on Federal Government

policy or uniform accommodation or implementation by

Federal agenci.,; and

(5) publish annually a report on Council effort"

findings, and recommendations made 'under this sec..

tion.
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TITLE ill-ALLOCATION OF PROPERTY RIGHTS

IN INVENTIONS RESULTING FROM FEDERAL

LY SPONSORED RESEARCH AND DEVELOP

MENT

OWNERSHIP ANl? RI~H~S, OF THE. GOVERNMENT

SEC. 301. (a) Each Federal agency shall acquire on

behalf of the Federal, Government, at.the time or entering

.into ~ contract, title. to any invention made under the con~

tract of, a Federal ~gency if the agency determines ,that-

(1) the, services of the contractor are for, the oper

ation of Federal resea~ch all:d'development' cen~rs, in

cluding _~()ve~en.t.o~e~;. research, .. ,9f', production

10-8c81' (PTCD (No. 549) D - 3

(A) the Federal agency shall have the right

to requlre periodic written reports at reasonable

intervals and, when specifically requested by such

agenCYi reports on the commercial 'use or other

form of utilization by the public that is being

made or is 'intended to be made of any subject in

vention: ,Provided, That any such information

shall be treated by the Federal agency as com

mercial or financial information obtained from a

person' and privileged or confidential and not sub~

'ject to disclosure under the, Freedom of Informa-

, tion Act (5 U.S.C;,552):,

(B) the Governnient shall have a nonexclu-

TEXT

!,"',.';; •.';,...:.:-.. ~.,f."ilities; ,

r,

~302-

. sive, nontransferable, irrevocable', paid-up license

to practice or have practiced any subject invention

throughout the world by or on behalf of the Fed

eralGovernment" and may,- iLprovided- In: such

agreement, have additional rights to sublicense

any State or domestic local government 01' to .SUb4

license any' foreign government pursuant to £01'4

eign policy"considerations,::, 01'. ,any ¢xisting or

future .treaty. or. agreement,~hen .. it is determined

to be in, the national interest to acquire such addi

,tional rights,

RIGHTS OF, TH:J,!1 CO~BACTqR

SEC. 302. (a) Whenever a contractor enters into a COn

tract with a FederaLagency <lther than in those circum

stan~es identifi~d in section. 301, the. contractor or inventor

shall have the option of retaining title to any invention made

under, the' cO,ntract. Such rights shall be,ubject to the limita

~~?s,.set,forthin sec~o~ :304 and the provisions of section

305. Su~h option shall be exercised by notifying the Govern

ment at the time of disclosure of the invention or within such

time thereafter as '\!ay be provided in the contract. The Gov

ernment shall obtain title to any, invention for. \vhich th~s

option is no~ exercise~

(b) When the Government obtains title to an invention

under..section ~Ol, the contractor shall retain a nonexclusive,

royalty-free license which shall be revocable only to the

Published by THE BUREAU OF NATIONAL AFFAIRS; INC., WASHINGT0ri., D.C. 20037

,any country, title "to 'such,an invention :shall beas4

signed to the Federal Government, subject to the

rights retained by the contractor under section 302:

and

(2) an agreement that, if the contractor elects to

file a paten~ applic~tion in accordance wi.th section

(2) the, restIjctiOl1,or elimination 01 the right to

~~. ~etain ,t~tle to, any subj~ct ixl;v,enti~J;l i~ n~cessary ~o pro~

":J~qt th~,natioIl;a;l ~ecurity natur~:of .~~c~ ac~vities;'

", ,(3)' because o!.exceptiouaLcircllIDstances,acqui,i

, tion of title by the, GovernDl~nt is, necessary to assur,e

',': the adequate protectionof the public health, safetY',or
.. (C""" .... :' .. ,. .., ,,' ..•. "',. " ...," .' .' -

,,!eU:a:J:~;:.or.,_ .,:,.. ':',

(4) the principal purpose of ,the contract is to de-
" ' . .' .......•.. ' .-.

:ye.l0P.,.:·OI. ~p~~v~:: pr?duc~s,..1?~~c~~se~",~:ir:,.,!Uethods.

which will b~ requiJ:ed for use, by, GovefllIIlen,t ,regWa

tions:PT01Jid~d, howev~r, ,'rhat the Federal,~gency,m~y

subsequently waive, all or Iiny, part of the rights of the.,. .' '.'. ,,' ... ' ,"".' ': .,..... ' '. ,'.',

Feder8;~..G()ve.~e~t, under ~his .sectif?~ to su~~ 4Iv,~n

tion inconfOl:mity with, the ,provisions of sectioll ,303.

{b) In other 'sitoations not covered by subsection (a), eMh '

Federal agencyshall acquireon behalf of the FederaLGov-

einm~nt,at the time of coutracting_

(1) an agreement that, if, the contractor, ~Iects not

to file, &- patent' applicatio.n on a' subject.: ,invention in. ' . ." .. ,. . ..

1

'f~

I~" ";:,\
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extent necessary· for the Government to grant· an exclusive

license.

WAIVER

SEC. 303. A Federal agency may at any time waive all

or any part of the rights of the United States under this title

to any invention or cl,ass of inventions made or which may be

made by any person or class of persons under. the contract of

the agency if the agency determines that the condition justi.

f,ying acquisition of ,title .by the Govenunent under section

301 no longer exists or the interests of the United States and

the general publicwill be best servedthereby. The agency

shall maintain a record, which shall be made public and peri·

odically updated, of determinations made tinder this section.

In making such determinations, the agency shall consider the

following objectives:'

(1) encouraging the wide availability to the public

of the benefits of the' experimental, developmental, or

research programs in the shortest practicable time;

. (2) promoting the commercial utilization of such

inventions;

'.' . (3) encouraging participation by private persons in

the' Goverriment':spons~red~xperime"ntal, developmen-'

tal,. -or, re~earch programs; and

(4) fostering competition and preventing undue

market concentration or the ·creation or maintenance of

other situations incorisistent with the antitrust laws.

MARCH-IN-RlqHTS

SEC. 304. (a) Where a .antractorhaseleeted to retain

title to an invention under section 302 "r303, the Federal

agency shall have the right, pnrsuant to regulations and sub

ject to the provisions of subsection (b), to grant, or require

the contra~tor to grant, Ii nonexclusive, partially exclusive,

or exclusive license to a responsible applicant or applicants,

upon terms reasonable under the circumstances, if the agency

determines such action is necessary-

(1) because the contractor"has not taken, 'or is not

expected to take within a reasonable time, effective

steps to achieve pr.acticaI application, of the s.ubject in,;,

(2) to.. aUeviate serious health, safety, or welfare

needswhich are not reasonably satisfied by the con

tractor or" 'its licensees or otherwise required for th~

protection of national security;

(3) to meet requirements for public use specified

by Federal regulatioll which are not reasonably satis

fied by the contractor or its licensees; or

(4) because the actions of the contractor beyond

the exercise of the exclusive 'rights "in the invention

have tended substantially to :lessen competition or to

result'in imdue 'market concentration in any section of

'the United States in any line of eommerce to which

the technology relates, or to create and maintain other

situations iriconsistent with'the antitrust laws.

(b) The' detenIlinations required under subsection (a)

"hall be made upon the basis 01 such information as may be

presented by the contractor, an interested party, or any Fed·

eral agency. Such determination shall be made after public

notice and opportunity for hearing if such a hearing is re

quested by any interested person justifying suchaheariri.g.

. GENERAL' PROVISIONS

. SEC. 305. (a) The aUocation of property rights in sub·

ject inventions'sh~ll\be determined byuniform regulations,

issued by the Administl"ator of Geneial Services and the Sec

retary of Defense, employing a single patent rights c1~use in

nIl instances except asmay be proVided in such':~egulations,

'"ubject ' to the murlmuinrighti acquired' tinder section

301(b)(2), or as provided in paragri,ph(5). Such a patent

lights clause sh~n include:the provision'J required by sections

301, 302, and 304, and eachcoutract entered into by the

]rederal agency shall include provisions to--:.-

(1) require a prompt disclosure by the contractor

of each subject invention which is or may be patentable

under the laws of the United States;

(2) require an election whether the contractor in~

teuds to file a patent application on the subjeet inven··

tion;

(3) require, if the contractor elects to file, a decla·

t\"
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vcntion; ration of the contractor's intent to commercialize or
Published by THE BUREAU OF NATIONAL AFFAIRS, INC", WASHINGTON,D.C. 20037
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, JUDICIAL REVIEW

SEC, 306: Any person adversely aifectedby a Federal

agency determination' made under seCtion 304(a) or 305(h)

imiy", 'at a:riy'ti~e within ~ixty d~ys after' the a'etermination is

issued, file a petition to the United States Court' of Claims

which' shall'hav~ jurisdiction 'to de:termiiie the matter de novo

an'd to'affirk; reverse, or modify a~ appropriate', thedetermi•

natioiioh~e Federal agency. .l·i
. . .

'coNTRACir(n~;s 'PAYMENTS' TO'THE GOVERNMENT

TEXT

otherwise achieve 'the widespre~d utilii':tion of the in

vention hy the puhlic;

(4) requite an <ihligation on the part of the con

tractor, in the event 'a .United States patent application .

., , . is filed hy or on its hehalf or hy' ariyassignee of the

contractor, ~. fuclude within the specification" of such

."application, and any': patent- issuing: thereon, .it. state~

.; •. ment spec;$ng that the ;,;vent;on·· was" made with.

Government support and that the'Gov";;";;ent has cer-

-,,:'

10-8-81' (Pl'CD

~'

"': ,. perf"rmed'under thecoiitraci; and'

. > '(Bj' ~pecial :contr~ctiDi situations such as

.' 'iF~d~i~I' pri~eorpurehasesnpiiQit; 'and Federal

SEC: 307. (a) The Administrator ofthe General Serv

ices Administration:and. the 'Seer~ciry of Defense shall is6ue
",' ", ,,"', .", ~.,,::,.. ::,;', ,,' ---: 7, V ,~'~,: •

regwations'which will provide payment to the Government

("r'Fed,,;;;i luiidfug of:reseai;'h 'liiid'de~elopme~t activities

through the shatiiigof rllyaltiesorrev;iiues6r both':;';:th the

contractor. Such·regulations'shalJ.provide, to the extent. ape

propriate;astandard contractual clause to he_included in all

Federal research and developmentcontrae!s:,

(0) Such regulations may.a1low the agency to waive all

or part of the payment set forth insuhsection (a) ahove at the

time of contracting or at the request of the "ontractor where

-j.

,"- ;,n!, :'~'.~hasis in~.

'.;),~,;;/

""~:' (A):;' contracts involvmg' coSponsored, cost

shanng;"'o;'j6~i'ventUre-"~es~arch -ivhen- the c~n.;. j

. ,~::,,~::> __ ~.r.~-. ,',- "'::'''''''',1.,. ,"'(
tr~tor'is required to make'a':subsflintial" contribu-

.: "Hon' -~l-fuhds;:~'taCiliti~s':"or"'equipm;;nt" to dl~ I work

tam rights' ill th~ -iiiventioit; ana

"" ". ";'{5) :permihieviatioi'-to the minimum rights ac-
• -,:.,., ,_, ,,: .. .: .;._ .1".':-' ;;. -,~ ... _. ,.':,-.; ".. ," .. , .,' . <''''...'

, qwred under sections 301(0)(2) and 304(a)on .a class' ,

'~:\..
.~

.~

loan or loan guarantees. '
L the agency determines that""':' ·c'·.~ ~ .. ,

Published by THE BURE~UOF NATIONAL AFFAIRS4 INC.• WASHING~ON. D.C. 20037

No 'deV1siion undej., this 'sub'secti61l"'sl1in w3ite~ in ~hole ,'or in '

part, '. the minim1lIii rights' to.be se~u:reci for the F~deraj'Gov-
'" " '," ",_ ,,".,., ,'" 'i, '" '::" .,.,:; ....-:

ernnient set forth iii section'304(a)(4); The Federal Govern-

ment shall withholdpuhlication'"r releaset" the public of

information disclosing any' invention .uhject· to the' uniform

regnlations issued under thissuhsection for a reasonahle time

in order for ·a·United States or foreign patent application to

he filed.

. (0) W'n~n it is determined that the right to require. Ii- .

censing ur the right o!..the Federal agency to license should

be exercised pursuant to section 304(a), the Federal agency

may .pecify terms and conditions, including royalties to he

charged, if any, \Uld the duration and field uf use of the li

cense, if appropriate. Agency determinations as to tbe rights ,

to inventions under this title shall he made in an expeditious
•

manner without unnecessary delay.

(1) the 'prohahle .administrative costs are likely to

he greater. than the expected amount of paJment; or

;",.,(2j.the Federal Government's contribution to the

. :·technologyas li~nsedor utilized isinsuhstantialcom~

pared with'private investment made or to be made in

the technology; or

(3) the contractor is a small business, educational

instituQon, Of. nonprofit, organization; ·,or

(4) the total Government funding of the technol

ogy with thecontractods less than $500,000; or·-

(5) .the payment would place the contractor at a

competitive 'disadvantage or would stifle commercial

utilization of the technology; or

(6) it is otherwise'in the best interests of the Gov

ernment a,!d .the general puhlic.

(c) Such regulations. shall he promulgated within twelve



"

;"i.t.~~~.~'.•,.'~;.~.r.•7".~••.,.,••.'.••.'.••ii'.•"•••.
(PTeJ) 10-8-81, .,: .••• i

'.; ... '

qu~re tech~c~' irifonnatiori and' engage in. negotiations

D - 6 (No. 549) TEXT

months of enactment of this section; but will not take effect

for a period of sixty days subject to disapproval by either

House of Congress. Such disapproval resolution shall qe c~n

sidered a,preferential resolution and maY bebrought up with

out conunittee approval.

(d) Until such regtIlations become effective. each agency

shall obtain payment on behalf of the Federal ,Government
",' .:.. ': .. , -', ,"J' ..;, ......-- •.. '.

and other activities for promoting the licensing and for

the purpose of enhaucing their marketability and public

utilization;

(5) withhold publication. or release to the. public

information disclosing any invention in which the Fed

eral Gov~mm~nt'~wns or may Qwn\a right, title, or in-. . " .:,.' -.', -'.' ., .'.' ',.'. . '...

'J

for its research and development actiyities :o.~ a,contract~hy·
. -,. '. ,'" ,', ' ..'. .

contract.basis in' a mann~~ consistent~th .. the .. provi~~~!1s' of

subsection (b) above.

. BACKGROUND RIGHTS

SEC. 308., Nothing contained in this Act shall k con-
", ':. ",: ." :':" ..,' ;",-' -', :""". '."

terest for a reasonable t.ime ~ order for a patent appli-
, . -, '. "0', ..

cation to be fIled;
,. .. "

(6) undertake t.he abov~,and all other suitable and

necessary steps to protect and administer rights to in-
,: . '.... . "." ..... ,,' . .

. ventious ou behalf of the Federal Government either
, . .,.,'

;}

':i

;'.
',')

-!J
,:'f

..;~'

IJ

<'4
{" I

'1'

~,~ ,o~~er managemen,t"o.f federa,~Y, (jwned inventi~ns .au..

, thorized under this Act..

'(8) designste the ,Department of Commerce as re-
" .. ' -, .';",".- '''. -' ..

'AUTHORITY OF THE SECRETARY OF COMMERCE IN",

':.'-:' COOPERATION WITH OTHER FEDERAL AGENCIES'

• Administrative Services,Act of 1949 (40 U.S.C. 471);

and

directly or through contract;

(7) tra"sfer custody and ,administration, in whole

or in part. to the Department of Commerce or to other
.' - . ,',"'. '. . ....',. ,', ' .. ---

':,Federal agencies. of the right.)itle, or interest in any

"invention forthepurposeof adminis!",ring the authori

t.ies set forth, in paragraphs (1) through (4)", ,vithout,. . '.

regard to the. provisions of the· Federal Property and
" . ',., .

,ci.pient. of any or all, funds received from fees.• royalties;
. . '... -, <-' .. ,~, .. '" ." ' ..

.. SEC; 402. The Secretary of Commerce is authorized. in

cooperation with otlIer Federal agencies to-'-

(1) coordinate a program for assisting all Federal

, agencies in carrying out the authority set forth in sec

tion 401;'

(2) publish notification' of all federally owned in

ventions that are available for licensing;

, (3) evaluate inventions referred by Federal agen

cies, and patent applicatio.ns filed thereon,in order to

identify those inventions wit~ the greatest commercial

potential' and to insure promotion· and utilization by the

·"A~THORITY OP'PEDEBALAGENCIEB

, SEC. 401. Federal agencies are anthorized to---';.

(1) apply for. obtain. and maintain patents or'

other forms of protection in the United States and, in

foreign countries on inventions in which the Federal

Gove~ent owns a right, -title,.,or interest; ':":

", (2) promote the licensing of inventions covered by

,federally owned patent applicatioris.p~t~nts. or, other

forms of protection obtained with the, objective of maxi

mizing utilization by the public of the inventions cov-

.er~d. thereby; .;c._.

(3) grant nonexclusive, exclusive, or partially ex

clusive licenses under federally owned patent applica

tions, patents, or other fonns of .. protection' obtained,

royalty free or for royalties or other consideration. and

on.such terms and conditions,.'including the 'grant. to

the licensee of the right of enforcement pursuant· to the

provisions of chapter 28 of title 35. United States

Code.' as deemed appropriate in the public interest; :

-(4) make market surveys and other investigations

for determining. the potential of inventions for domestic

TITLE IV-DOMESTIC AND FOltEIGN PROTEC"

TION,.AND ,LICENSING,' OF ,FEDERALLY

OWNED INVENTIONS,,":'

strued to deprive the, owner ofanY ,backgro,,!:,,d p~te"t or ,t?

snch rights as the owner may have therelli)der. "
o • • .. ~"

and foreign licensing and other fo~s of utilization; ac~ I public of inventions so identified;
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SERVICES

SEC. 403: The AdIDinistrator of Gelleral Servi,,~s is au

thorized to promulgate regulations specifying the 'tews and :

conditions upon ",hich aIlY federally owned inv~i1tion may be
",-,.j,"" ,..: :'",.' . , ' ".' 'r" ;,' ,. '" -"",,,.
licensed on a nonexclusive, partially exclusive,' 'or exclusive

D-7(No. 549)

(2) the desired practical application has not been

achieved, or is not ,likely expeditiously to be achieved,

under any nonexclusive license which has been grartt.;.

ed, or which maybe granted, on th~ invention;

. , (3) 'exclusive or partiallY,exclusive lieens.jng is a

reasonable and'necessary, incentive to' call forth..the in·

vestment of risk capital and expenditures to bring the

invention to practical application or otherwise' promote

the' mvention's utilization by the public; and

0.:" (4), the "proposed terms and scope of exclusivity

"are'not'greater than reasonably' necessary ,toprovid.e

the' incentive 'for bringing the invention to practical ap·

plication or: 'otherwise promote ,the, invention's utiliza-'

tion by the public; '"

except thAt a Federal agency shrJl not grant such exclusive

or partially exclusive license if it determines that the grant of

such licenBe will tend substantially to lessen competition or

result in undue concentration in' any section of the country in

any line of commerce towhich the technology to be licensed

relates; or to create or maintain other situations inconsistent' ,

with'the antitrust laws.

(b) After consideration of whether the hiterests of the

Federal Government or United States industry in foreign

, ," ,.".',,', ~, , '" .
conunerce will be enhanced, Federal agencies ni,ay"grant ex-

clJ~ive :~r p8.ltiaUY' ~xclusive .licenses 'in' any invention cov

ered by a foreign patent applica;ion or patent after public

'notice and opportunity for filing written Objections except

that, a Federal agencyshall not grant such exclusive or par

tially exclusive license if it determines that the grsnt of such

lieense will tend s;'bstantially to !essen competition or resUlt

in undue cone'entt'atioD iIi. ,any section' of the country in any

lin~' of commerce to whi.ch the technology to be licensed re~

lates; Or' to create or maintain other situations inconsistent

with the antitrnst laws.

(c) The Federal agency shaH maintain a record of deter

minations to grant exclusive or partially excl~sive licenses~

(d) Aoy grant of an exclusive or partially exclusive li

cense shall contain such tenq,s and conditions as the Federal

TEXT

~. r

-,- ,,<, ·i',.'.,;.,"

_. ',!:-. :',' v,.f 'j".'..

{6) receive funds from fees, royalties, or other

title.
;,,".,: "".'

the p~ose of this Act;' a~d
" ",0" . ' .. , c- , , '/".,

(7) undertake these and 'sucll other' 'fUnctions

either directly. or t~~ough'~~ci~ contracts a~ are"neces

sary ana' appropriate to accomplish the purposes of this
. .., .

.t~,' ,bring the i~vention to practical application or other~

wise promote t~e invention's utilization by the publici

AUTHORITY OF THE ADMINISTRATOR OF GEr..'"ERAL

management ~f federaliy ~wn"ed inventions S:uthorized
,,-:- c- ;: '. "~"",,, ,,"', ;. " •

under this Act:'but"such funds shall be used only for
-,' . ,

-;.,

:::!1

"

basis.

LICENSE

S~c. 404.' (a) Federal agencies may grant exclusive or

partlalij exclusive: licenses in any invention c~vered by a fed- •

erally_owned do~esiic patent or patent applieationonly if,

af~r public notice a~d opportuility for filiDg written objec

tio~~, it is determined-that--.'

(1) the interests of the Federal Government and

the public will best be served by the proposed license,

in view of the applicant's intentions, plans, and ability

GRANTS OF AN EXCLUSIVE OR PARTIALLY EXCLUSIVE

(4) assist the Federal agencies in seeking and

mai~tainingprotection.: on inventions in -the United

-" $tates and in 'foreign cou~tries,includlng the -p,ajrment

. of fees and cost~ 'connected therewith; .

(5)acce~t' custody-'~nd' idministration, in whole or

in part, of 't~~>ri~hL title, and inte~~st"in 'any invention

fo~ the purposes set forth in section 401 (1) through

(4), with the approval 'of the Federal agency concerned

without regard to ihe 'p;oVisi6rlS of the Federal Proper

ty and Administrative Se~ceAct of 1949 (40 U.S.C.

"""471);

10"8-81' (PTCJ)
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agency may determine to be appropriate for the protection of

the interests of the Federal Government and the .public, in

cluding provisions for the following: .

(1) periodic written reports at reasonable intervals

including, when specifically requested by the Federal

agency, the1extent of the commercial or other·use by

the public that is being made or is intended to be made

of·the invention;

(2).' a nonexclusive, -nontransferable., 'irrevocable,

paid-up license to practice· or have practiced for the

Federal Government the licensed invention throughout

the world by or on behalf of the Federal Government

· (including any Federal agency), and the additional right

to sublicense any State or domestic localgovemment

· or to su~license any 'foreign government .pursuant to

· foreign policy considerations, or any existing or future .

·treaty or agreement if the Federal agency determines

it would be in the national interest to retain such addi-

tionaI rights;

(3) the right: of the Federal agency to terminate

such license in whole or in part unless the licensee

demonstrates to the satisfaction of. the Federal agency

that the licensee has taken effective steps; or within a

reasonable time is expected to take such steps, to ,ac

eomplish substantial commercial or other use of the in- .

·vention by the public; and

. (4) the right ofthe Federal agency, comnimencing

three years, after the grant of a license, to require the

l~censee to grant a nonexclusive or par~ially exclusive

license to a responsible, applicant. or applicants, upon

terms reasonable under. the circumstances, and in ap

propriate circumstances to terminate the license in

whole or· in part, after public notice and opportunity for

a hearing, upon a petition by an interested person jus~

tifying such hearing, if the Federal agency determines,

upon review. of such material as it deems relevant, and

after the licensee, or, other interested perso,n, has had

the opportunity to provide such relevant and material

information as the Federal agency may require, that

such license has tended substantially· to lessen cornpeti-. . '.

tiOD or to result in undue concentration in any section

of the country in any line of commerce to which the

technology_ rela~s" or. to create, or maintain o~her situ~

· ations inconsistent with the antitrust laws.

TITLE V,-MISCELLANEOUS

CHAPTER I-DEFINITIONS; RELATIONSHIP TO OTHER. . . .-;;' .

LAws

J:)~FINITIONS

SEC. 511. As used in this Act-

(1). The: term "Federal agency" means an Hcxecuw

tive agency" as defined by section 105 of title 5,

United States Code, and the military departments de-

· fined by section 102 of title 5,United States Code.

(2) The term "contra~t". means any contract,

~~nt,. or agreement_ entered into between any Federal
'." .

agency and any person for the performance of experi-

mental, developmental, or research work substantially .

·funded by the Fed~~al Government. Suchlerm includes

· ,any: assignment, substitution o~_ parties, or subcontract

of any type entered into for the performance of experi

mental,. dBvelopmentttl, or, research work under. a con

tract.

(3). The. term. '~contractor",means: any person (as

defined in section 1 of title I, United States Code) that

·is a party to the contract.

.(4) 'The termuinventi~n" m~ans any. invention or

discovery and .includes any art, .method, process, ma~

chine,. manufacture, design, or composition of matter,

~r any, new and useful improvement thereof, or any va~

· riety of plant, which is or may be patentable or other-

·wise protectabIe under the laws of the United States.

(5) The term Usubject invention" means any in~

vention or .discovery of ~he contractorconcei"e'd or first

actually reduc~d to practice in the· course of or under a

contract.

(6) The term "practical application" means to

manufacture in the case of a composition or product, .to

practice in the case -of a process, or to operate in the
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as amended; and

approved August 27, 1894 (15 U.S.C. 8 and 9),

(E) the Act of June 19, 1936 (15 U.S.C. 13,.
130, 13b, and 21a).

U An Act to reduce taxation to provide revenue for

the Federal Governmeht, and for other purposes",

(A) by . repealing section 305 thereof (42

U.S.C. 2457): Provided, however, That subsec

tions (c), (d), and (e) of such section ,hall continue

to be effective with respect to any application for

patents in whicb the written statement referred to

in 'subsection (c) of such section has been filed or

",quested to be filed.by the Commissioner of Pat

ents and Trademarks prior to the effective date of

. this Act;

(B) by inserting tbe following new section

305:

striking out the las~ se~te~ce th~reof.

(2) Section 501(c) of the Federal Coal ~Iine

Health and Safety Act of 1969 (30U.S.C. 951(c); 83

Stat. 742) is amended by striking out the last sentence

thereof..

(3) Section 106(c) of the National Traffic and

Motor Vehicle Safety Act of 1966 (15. U.S.C. 1395(c);

80 Stat; 721) is repealed.

.:(4) Section 12 of the National Science Foundati?n

Act of 1950 (42 U.S.C. 1871(..);. 82 Stat. 360) is re

pealed.

(1) Section 205(a) of the Act of August 14, 1946

(7 U,S.C. 1624(a); 60 Stat. 1090),' is amended by

(No. 549)' D - 9

(5) Section 152 of the Atomic Energy Act of

1954 (42 U.S.C. 2182; 68 Stat. 943) is repealed.
\ .

(6) The National ieronautics and Space Act of

1958 (42 U.S.C. 2451 et seq.; 72 Stat. 426) is amend

'ed-'

TEXT

',;"

, .

(9) The term "imtitrust law" means-

(A) the Act entitled "An Act to protect trade

and coinmerce against unlaviful restraints and mo~

nopolies", approved July 2, 1890 (15 U.S.C. 1 et

seq.), :asainended;

(B) the Act entitled "An Act to supplement

8xlSting ·la:~s .agaiilst' uniawful restraints and mo

nopolies~ and for other purposes" , approved Octo

ber 15, 1914 lt5 U:S.C. 12 et'seq.), as amended;

(C) the Federa! Trade Commission Act (15

U.S.C. 41 et seq.), as amended;,
(D) sections 73 and 74 ·of .the Act entitled

~ase of a machine or system, and, in' each case,· under

such conditions as. to establish that t~e invention is

being worked and that its benefits are available to the
. "

public either .on r~asonable terms or through reason

able ,licensing arra~gements ..: :.

-duction_to practice': tif inch invention..

(7) ~he term uperson" means any -individual.

partnership, .-eo'rporation; association,; institution, or

, . other entity.

(8) The -terin '''made'''' when" used in relation. to

any ~vention, means. the c~mception Of 'first actual re·

1O~8-81' (PI'CJ)

to

r
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SEC. 512. Nothing in this Act shall be deemed to

convey tq. any individual, corporation, or other business orga

nization immunity· froItl civil or criminal liability, or to create

defenses to actions, under any ~ntitrust law.

CHAPTER 2-AMENDMENTS TO OTHER ACTS

IDENTIFIED ACTS AMENDED

SEC. 521. The following Acts are hereby 'amended as

follows:

BOARD.-Each proposal for any.waiver of patent rights beld

by the Administrator shall be referred to an Inventions and

Contributions Board which shall be established by the Ad

ministrator within the Administration. Such Board shall

accord to each interested party an opportunity for a hearing,

and shall transmit to the Administrator its findings of fact

with respect to such proposal and its recommendations for

action ~ be taken with respect thereto.";
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gFFECTIVE DATE

palachian Regional Development Act of 1965 (40

U.S.C, App. 302(e); 79 Stat. 5) is repeaJed:

(U) Except for paragraph (I) of section 9 of the

Federal Nonnuclear Energy Research and Develop

ment Act of 1974 (42U.S.C., 5908; 88 Stat. 1887) is

OHAl'TER 3.-EFFECTIVE DATE PROVISION

,repealed. ,

(12) Section 5(i) of the Tennessce Valley Authori

ty Act of 1933 (16 U.S.C. 831d(i); 48 Stat. 61) is

amended by striking both proviso clauses at tho end

,thereof.

(13) Section 5(d) ofthcOonsumer I'rodu',t)Ja(f:ty

Act (15 U,S.C. 2054(d); 88 Stat. 1211) is rcpealed.

(14) Section 3 of ,the Act of AprilS, HJ44 (:!fJ

U.S.C. 323; 58 Stat. 191), is repealed.

(15) Section 8001 of the Solid Wa.t. Di.po.al

Act (42 U.S.C. 6981; 90 Stat. 2829) is repealed.

(16) Section 6 of the Patent and Trademark

Amendnlellt 01)980 (35 U.S.O.38; 94 fitat. 3018) is

': ,repealed.

(17) Secpon 6e (1) and (2) of the Stevenson

.. Wydler Technology Innovation· Act of 1980 (15

U.S.C. 3705(e) (1) and (2); 94 Stat. 2313) is repealed.

SEC. 53l-This Act shall take ,effect 'on'the first day of

the seventh month beginning after the date of enactment of

this Act, except that regulations implementing this Act may

be issued prior to such day.

ing patents and rights thereunder)".

(7) Section 6 of, the Coal Research and Develop

ment Act of July 7, 1960 (30 U.S.C. 666; 74 Stat,

337), is repealed.

(8) Section 4 of the Helium Act Amendments of

1960 (50 U.S.O. 167b; 74 Stat. 920) is amended by

striking out both provisos 'at the end ther~of.

(9) Section 32 of the Arms Control and Disarm

ament Act (22 U.S.C. 2572; 75 Stat. 634) is repealed.

(10) Subseetioit (e) 'of the section 302 of the Ap-

, (D) by inserting at the end of section 203(c)

thereof (42 U.S.C. 2473(c» the following new,

paragraph:

14(14) to provide effective contractual provisions

for the reporting of the results of the activities ·of the

Administration, .including full and complete technical

r~po;ting of any 'innovation mad'e iIi'the course' of or

under any contract of the Administration'.'''; ;. ;

(E) by inserting' at the end 'of" section 203

thereof (42 U.S:C. 2478) the following new sub-

section:

(C) by repealing section 306 thereof (42

U.S.C. 2458);

"(d) For the purposes of chapter 17 of title 35 of the

United States Code the Administration shall be considered a

defense agency of the United States."; and

(F) by striking out the following in section

203(c)(3) thereof (42 U.S.C. 2473(c)(3»: "(includ-

:2
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