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To establish o u.mform Federal system for ma.na.gement, protectlon, a.nd utlllza.tmm

_ of the resnits of federally sponsored scientific and technological research snd

development; and to further the public interest of the United States domesti-
ca.lly a.nd abroad, a.nd for other related purposes.

- : ; \ R I

IN THE HOUSE OF REPRESENTATIVES

.

PRI

Semamen 23, 1981

Mr. Bares {for Wimself, Mr. Ftiqua, Mr. Waraeex, Mr. Brows of Cs.hfomm.

Mr. HoLLENBECK, Mr. LAFALCE, Mr. AuCom, Mr. Muepny, Mrs. Hecx-
'+ e, Mr, Huones, and Mr, W) introduced the following bill; which was
referred Jomtly to the Comm:tr.ees on the Ji ud.u:zary and Smenee :md Technol-

" To establish o unifoﬁh Federal gystem for management; protee-'

. tion, and utilizetion of  the, results of federally sponsored

" seientifie and technologmal research and development' a,nd
to further the public interest of the United States domestx-
cally and abroed ‘and for other Telated purposes.

Be it enacted by tﬁe Senate and House of Represente-

 tives of the United States of America in C‘ongrress assembled,: :
That this Act ; ma,y be cited a3 the “Uniform Federa.l Re-‘

sea.rch and' Development Utlhzetmn Act of 1981”. - ?‘

TITLE I——PDLICY _
" See. 101, Findmgs T
- See, 102. Declaration of purpose.

“TITLE H-FUNCTIONS OF THE OFFICE OF SCIENCE AND TECHNOL-
- OGY POLICY AND THE FEDERAL COORDINATING COUNCIL FOR
- SCIENOE, ENGINEERING, AND TECENOLOGY -, - :

Sec 201 Federal Coordmetmg Councll for Seience, Engineering, and Teehnology

; TITLE HI—-—ALLOCATION ()F PROFPERTY RIGHTS IN INVENTIONS RE- ‘.

SULTING FROM FEDERALLY SPONSORED RESEARCH AN'D DE-
VELOPMENT

© See. 301, Owrlershxp and nghts of the Gnvemment.
Sec. 302. Rights of the contractor. . : T
See. 303. Waiver. - : : : e o
= Béd. 804, March-in-rights. - P L e
" Sec. 305. Genernl promlons. S
-" Bee. 806. Judicial review, - -
See. 307, Contractor's ayments to the Govemmer.t.
Sec. 308. Background rights, *

' Sec. 511. Deﬁmuons.
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TITLE [V—DOMESTIC AND FOREIGN PROTECTION AND LICENSING
OF FEDERALLY OWNED INVENTIONS -

See. 401, Authonty of Federal sgencies. . i

Sec. 402. Anthority of the Secmmry of Commerce in coopemnon with other Fe&- )
: eral agencies, - .

Seé. 408, Authority of Administrator of General Services.

Sec. 404. Ginnts of sn exclusive or partially exclusive license,

' TITLE V--MISCELLANEOUS, '

) '\ Cmrrex 1--Dem'rmws, Remnonem 'ro Owaen Laws

v

Sec. 512. Re!ahonsbxpwotherhw; SRS C BRI T
_ Crarrer é;-mmmm&d_ Oreer Acre .
See. 521, Tdénified Adts asiehded . 7
. _ | Gm;ren 3--Errzetive Da'ie'i'.spv_':eibk ’
Sec. 531 Bffective dats. LREn e

TITLE I—-—POLICY

FINDINGS

SEC. 101 The Congress, recogmzmg the profound'

1mpaet ef sclence e.nd technology on socxet.y end the interrela-

tmne of sclentxfic tee}mologmal eeonemlc, soelal pohtxcal

and mstltuuonal fe.ctors, hereby ﬁnds that—
; (1) mventlons m sclent:ﬁe a.nd technologmal ﬁelds
.resultmg from work performed under Federal research

h E’ and deve]opment programs constltei,el a veluable ua—'
‘ 'Af'twna.l resourea S
o (2) Federal pohcy on the alleeetxons of nghts to
“inventions- resulting’ from federslly’ sponsored research
" and development should ‘stimulate jmventors, meet the
- needs of the Federal Govermnent and serve the public -
""Imterest ‘and < CEEanlEe B |
{3) the pubhe interest would he hetter sewed if
 greater’ efferts_were made to° ‘promote the commerc_m.l‘
~ use of new technology resulting from federally spon--
sored research and development hoth inthe United
_Stetes and forelgn countries, as appropnate.
 PECLARATION OF PURPOSE * '

SEC. 102, Ttis the purpose of this Aet fo—t- _' .
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(1) establish & uniform Federal system for .th_e
mandgeinent and use of the results of federally .spon~
- sored scientific and technological research_and develop-
“ment; ' '

{2) ‘.provic.le for uniform implementati_oc of the pro-

- visions of this Act, end to make a continuing effort to-

. moniter such unplementatron,

{3) allocate rights  to mventrons by contra,ctcrs

 which result from federaﬂy sponsored research and de~_

velopmenr, so 8s to—
' T {A) encourage the partxclpa.tlon ‘of the most
qualified sad competent contractors, f_',. ;.i}; o
. (B) foster competition,” .+ -
{C) reduce the adm:mstratwe burdens, both

for the Federa._l__agencles and its contractors, and

- (M protect the public invest'ment' in research
.. and development by promotmg the mdespread
utxllzatgon of mventrons '

4y prowde for a domestlc ami icrelgn protecttcn

o and hcensmg prom'am o ohtam commerc:al utlhzatrcn

N cf federally owned mvont:cns w'th the ob]ectwe of

ER I

A strengthemng the Natmn 8 economy and expandmg 1ts

domestlc and forelgn markets, o,nd

'\i NI

(5} amemi or repeal other Acts and Exeoutwe

orders regardmg the a]locatlon of nghts to mventmus

- 'wluch result from federa.]ly sponsored resea.rch and de-

velopment c.nd the hcensmg cf fe&era.lly owned patents:

TITLE ]I-—FUNOTIONS oF TIIE OFFICE OF S80I
. -ENCE AND TECHNOLOGY POLICY AND THE

FEDERAL COORDINATING COUNCIL FOR SCI-
ENCE, ENGINEERING, AND TECHNOLOGX

FEDERAL COORDINATING COUNCIL FOR SCIENCE, .

ENGINEERING, AND TECHNOLOGY

Szc. 201. {a) The Fe&e'ra_.l Oocrdineting .Gouncii for Sci-

ence, Engineering, and '_I‘echnology (established by section
401 of the National Science and Technology Policy, Organi-
zation, and Priorities !rct of 1976 (42 U.8.C. 6651)) (herein- |
after in this Act referred to as the “Council”) shall make
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recommendations to the Dixector of the Office of Scrence'a,r;d

section (a) which are made by the Council an&.adopted by the - .
' propriate channels. -

j_subsect:ons (a) and (b) the Councll is a.uthonzed to— : .

Technology Pclicy (hereins;fter in .thlts title referred tc.:as tize e ‘ i g

“]Dn'ector”), wlth regard to—

(1) uniform and effective planning and admuustra- I {
tion of Federal progra,ms pertammg to inventions, pat- - _ - !.
.ents, trademarks copyrlghts, nghts in techmcal data,

) _and matters connected therewith; R
(2} umform pohcles, regulatlons gmdehnes and: : E

,”practlces to carry out the -provisions of this Act and

" other F.ederal Governmerrt objectives in thc‘ field of in-

| . tellectual property, and . _ . : .
(3) umfcrlmtv and effectweness of mterpretatlon

.-_and mpiementatlon by mdlwdual Federal agencres of

‘-".:'-','.:'-:-'Vthe prowsmns of this Act and other related Feﬂeral ‘
Government poilcles regulatlons, a.nd practlces. 7

L) Reconyrxc;}danons r.egerdlng_rpg.ppers set forth in sub-

Direetor shall be tra.nemit‘te'd"tc'_ Federal agencies 'thrcugh ap~ .

") In order to ea,rry out the responsxbxlmes set forth in

(1) a.cqrure data and _reports from Federal agencies

_...on the interpretation and ;Ir}plcrrrcnt_e.t;;on._of,tms Act
. :and related policies, regolations, and practices; .. . .

{2) revrew on zts own mltlatwe, or upcn request

by a Federa.l agency, Federal .agency, nnplementatlon

- of the prcwsxons of tins Act;

CPEHRTRT RN

3 analyze on & contmmng basrs data acqmred hy
the Council; L o '
(4) consrder prob]ems and developments in the \
'ﬁelds of inventions, patents, tradema.rks, copynghts,
rights i in technical data, and matters connected there- °
- with and the impact there_of on Federsl Govenrment‘
policybcr um'form accomurodatiorr or implementotion- by

Federal agencies; and

~(5) pubhsh annually a report. on Oouncrl eifcrts
fmdmgs and recommendatlons made under t]ns se0~

K tlon

L
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TITLE IM—ALLOGATION OF 'PROPERTY RIGHTS -

IN INVENTIONS RESULTING FROM FEDERAL-
. LY SPONSORED RESEARCH AND DEVELOP-

. OWNERSH]I’ AND RIGHTS OF THE .GOVERN'MENT

. 8Ec. 301, (a) Each Federal agency shall acquire on

' 'beha.lf of the Federal Government at the time of entering

} into a contract, title to any invention made under the com- -

' tract .of & Federal agency if the agency determines that—

* (1) the services of the contractor are for the oper-
R . ation of Federal research and development centers, in-
..cluding Governmentfontneti_; : research . or- production

. facilities; . L ooene i e o i

{2) the. restriction, or eIunms,tmn of the nght to

. i.._retam.t_ltle to any subject invention is necessary to pro- |
., tect the national security nature of such activities;: ...
(3) because of exceptmnal c;rcumstances a,cqmsnf

., tion, of title by the Government is. necessary to assure

. the.adequa,te protection of the pn_l_)hg heaith, safety, or

weifare, or .

"(4) the pnnclpa.l purpose ¢ of the contra.ct is to de¢ o

,yelop;.or improve products, processes, .or methods . 1

-, 'which will be required for use by Government regula-

. tions; Provided, howener, That the E:deral-ﬁgem?mnay -
' v’;:_snbséqnently waive all or any, part of the rights of the - :

Federal Government, under this section to such inven-

. tiom in confomﬁty‘with the .provisions of section 303

B In other mmatlons not covered by subsectlon {a) ench- _':

Federal agency shall scquire on behalf of the Federal Gov- f

emment, s,t the time of contracting—

(1) an agreement that, if the contrs,ctor elects not

. to file a patent application on a. sub]ect inveniion in

- a.ny country, title , to - such an invention shall he as-

signed to the Federsl Govemmenl:, subject to the

rights retgmed by the contractor.- under section 302;

and.

{2) an 'agreemént that, il the contractor elects to

file & patent applicgtion in accordance with section

802— -

TEXT

-~ (No. 549). D -3
(A) the Federal agency sh.a.ll have the right
to require periodic written reports at Teasonable

intervals and, when specifically requested by such

- agency, reports on the commercial use or other

form of utilization by the public that is being =

- made or is _'intended‘ to be made of any subject in-
: Ivention:_ -Provided, That any such information -
‘shall be treated by the Federal agency as com-
mercial or financial informnti'dn'obtained from a
*-.- person and privileged or nonfidential and not sub-
o ‘jectrto_disclosnre under the Freedom of Informa-
& tionrAct 6 U.8.C..552) o vt
i - (B) the-Governm’ent shaﬂ‘ have .a nonexclu'-_._
S sive, nontransferable, irrevocable, paid-up licené'e-
© to practice or have practiced any subject invention
;:'.throughout the -world bv _.or on behalf of the Fed-
-.eral Government,. and  may, if' prowded in such
ook agreement have additional rights to subhcense
any State or domestic local govermnent or to sub- -
- license é,ny' foreign government pursuant to for--
. eign policy. considerations,.,or. any existing or
: :future treaty or agreement, nv_hen it.is determined
* to be in-the national interest to a.cqmre such addi- -

tlona.l nghts

wi: . BIGHTS OF,THE CONTRACTOR |
Sze. 302. (aj Whenever a. contractor enters ﬁato n. con-
tra.ct with 3 Federalz.agen_cy other than in those circum-
étanqes identified in section 301, the contractor or inventor
shall have the option of reta,ining title to any invention made
under. the contract. Such rights shall be subject to the limita.— o
tiqnn.,,set,forth in section .304 and the provisions of section .-
305; Such o__ption_shall_ be exercised ny notifying the Govern-
ment at the time of d@s_clnsure of the invention or within such

time thereafter as may be provided in the contraet. The Gov-

ernment shall obtain title to any invention for which thi_s.
optmn is not eXEI‘CISeIi _ ' '

(b) When the Government ohtams title to an invention
under sectmn 301 the contractor shall retain a nonexcluswe, '

ray: alty—free license which shall be revocable only t0 the
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* extent necessary for the Government to grant an exclusive -

license.

| WAIVER

.- 8EC. 303. A Federal ageney may at any time waive all _ '

or any part of the rights of the United States under this title
to any invention or elass of inventiohs made or which'rﬁay be
made by any persoﬁ or class of persons under the contract of
the agency if the agency determines fhat the condition justi-

fying acquisition of title by the vae:_‘mnent under section

. 301 no longer exists or the interests of the United States and

the general public’ w111 be best served thereby The agency

" hall maintain a record whlch shall be made public and pen-

" odieally updated, of determinations made under this section.
In making such determinations, the agency sha.li’consider the
: followmg objectwes 7
- (1) encouragmg the wide- avaﬂablhty to the pubhc
 of the benefits of the experimental, developmental, or
- research programs in the shortest practicable time;
= {2) promoting the commercial htiliz‘atioﬂ of such

inventions;

(8} encouragmg partlczpatlon by pnvate persons n

‘the Govemment—sponsored eﬁpenmenbal developmen--

.tal or.research programs, and
{4) fostering ecompetition and preventlng undue
market concentration or the creation or maintenance of
 other situations iﬁcu_nsistent with the antitrust laws.
" MARCH-IN-RIGHTS - o

SEc 304. (a) Where 8 contractor has elected to retair

title to an mventmn dnder section 302 or 303 the Federal - -

" agency shall have the right, pursuant to regulatlons and sub-
ject to the provisions of subsection (b), to grant, or require
the contractor to grant, a nonexclusive, partially exclusive,
or exclusive license to a respoﬁsibie applicant or applicants,
upon terms reasonable under the circeumstances, if the ageney
determinas such action is necessery--

{1) because the contractor-has not taken, or is nat_

- expeeted to take within & reasenable time, effective

" steps to achieve practical application of the subject in-

* vention;

(PTC))  10-8-81:

(2) to. aliaviate sérious heah,h, safetj,‘or wellare

* nieeds which are riot 'reasona.hly satisfied by: the con-

tractor or its licensees or obher\wse requtred for the
e _ .protectmn of natmnal secunl;y,

(3) to meet reqmrements for pubhc use spemf;ed

.by Federal reg’tﬂatmn which are not reasonab}y satis-

"."--"'_ﬁeti by the contractor or its hcensees or S e

(4) because the actions of the contractor beyond

the exerc:s_e of the excluswe nghts in the invention

= have tended aubstantia.lly to lessen competition or to o -

result in undue ‘market concentration in a.ny sectionr of

o 'the Umted States in. any line’ of ‘commerce o which

the technology relates or to create and maintain other
."l'sxtuatlons inconsistent with thie antltrust laws,

() The determmatwns reqmred under subsectlon (@)

shall be made upon the basis of such mformatron as may be _'

presented by the Cdntmctor, an interested party, or any Fed-

“gral agency. Such detemination-éhall be made after iaub!ic'

‘notice and opportuml:y for hearing 1f such 8 heanng is Te-

quested by any mterested person Jusm‘wng such a hearmg
'GENEEAL PROVISIONS e

SEC 305. (a) The allocatmn of property nghts in sub-

“ject inventions’ shaﬂ be detenmnerl _by uniform reg'ulatlons,
‘ssued by the Adrinisérator of Ge'nefafSer'Vices and the Sec—

‘1etary of Defense employmg a smgle patent nghts clause in

all mstances except as may be prowded in such” regulatlons

subject o the minimum’ nghts acqulred under seemm

_‘301(!3)(2), or 8s prov:ded in paragraph (5) Such &’ patent

nghts clause shall include the prowsmns requlred by sections

'301, 302, and 304, and each contract entered into by the
Federal agency shall mclude provisions to— ' '

(1) require & prompt disclosure by the contractor -

~of each suh]ect mventlon ‘which is or may be patentable
' under the laws of the United States- ' '

{2) require an election whether the contractor m~

tends to file & patent apphcatmn on the sub]ect inven-

tion;

) i'equiré; if the contractor elects to file, a deela-

ratmn of the contractnrs intent to commerclahze or

' Publxshed by THE BUREAU OF NATIONAL AFFAIRS, INC,, WASHINGTON D.C. 20037
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. part,‘the i nghts fobe secur_ed for the Federal Gov-

 mformation disclosing any invention subject:to the -uniform

' be filed. -

. may speeify. terms and conditions, inciuding royalties to be - |

. cense, if appropnate Agency determmatmns s to the nghts -
" to inventions under thla tltle shall be made in an expedmous,

e manner wnthout unnecessary de]ay

- (i*,rcn: - TEXT
othemse achleve the vndespread uhlxzatmn of the m-r ~
* vention by the pubhc L .
(4) reqmre an obhgatmn on the part of the con- -
_ trwctj.or, in the event a United States patent application
“"is filed by or on its behalf of by sty assignes of the
< contractor, to include within the sﬁ;ﬁciﬁcaﬁpﬁ' of such
' E*aﬁilicati(.)n,' and any’ patent issuig ‘thereon, 4 state-
i ment épecifﬁ'hé “that ‘the invention” Wa.;"‘“ made with
Govemment support. and that the Government has cer-._ :

“tain nghts in the mventlon, and

Y (5)’ penmt 'deviation ‘t6 the minimum rlghts ac-

qmred under sectmns 301(b)(2) and 304(&) ‘on'a class - E

S SRR S N

bas1s m—-,._ R
Pl "' (A)" contracts “involving dqépoﬁéored, “cost
" sharifig, “or joint Venture research when the con-

L T L L LS S T T IS
" tractor is requu*ed to make & suBstannal contribu-

ool funds, t'amhnes, or: equlpment to the work' :

performed “under’ the eontracl:, and _
@Y specml contra.ctmg situations ‘3uch as
Federal price or purchase supports ‘and Federal

1, o
e

. loan or Iean guarantees

ernment ‘sét forth 14 section 304(a)(4). The Federal Govern- -

ment shall withhold publication’or release to the ' public of

regulations issued under this subsection for a reasonable time

in order for-a. Umted States or fore;gn pa.tent application to: :
-+ (b) When- it is determmed tlml; the- nght té require li-: |
' censing or the right of the Federal agency to Heense should

be exercised pursuant to section 304(a), the Federal ageney. |-

- charged, if any, and tbe duration and field uf use - of the I

(No. 549) 'D-5
| JUDICIAL REVIEW
SEC '306. Any person adversely affected by a Federal -

agency det_errmna.tlon ‘made under section 304(a) or 300(13). :

nay, 4t any time within sixty days after the determination is

issued, file a petition to the United States Court'of Claims =~

which shall have jﬁﬁsdiétié‘n 6 dﬁtermiﬁe the matter de novo
and to afﬁrm, reverse, or modey as appropnate, the debenm- o
natlon of the Fe&eral agency. l '
CONTRACTOR 'S PAYMENTS TO THE GOVERNMENT
SEC. 307, (a,) The Admmtstrator of the Genera] Serv'-
ices Administration ‘and the ‘.‘Sééfétéi'y' of Defense shall issue

o e o g T gl et W e
regulations ‘which will prowde‘pa.yment'to‘the Govemment

for- Federa,l fonding 'of “research snd development a.ctmues

through the shanng of roya.ltles or revenues or both Wlth the

conteacter: Such‘.-‘reglﬂations-"shall.prowde,—"1:0’ the extent ap- -

propnate, a-standdrd contidctual clause to be_mcluded in all
Fe{ieral research a.ml developmerit contraits: .

{b) Such regulations may allow the agency to waive alI

or part of the payment set forthi in subsection (a) sbove at the

time . of contra.ctmg or at the request of the contractor where

1 the agency determines thats i e

{1) the probable: admmlstratlve costs are hkely to

~ be greater then the exgected amount of payment; or

SR R .:;-.,--:-.(2)Eit!ie'Federa.l_ Gove_rnnient's co_ntribution to .the

+:technelogy -as licensed or utilized js-insubstantial com- -
. .- pased with private investment Iiiade or to be made in -
s the.teéhnology; o2, n
(3) the 6nntfactor is‘a small busine‘és’, égiucational
- -institution, or. nonprofit orga,mzatmn, o o _
. {4) the totsl Government funding of the techniol- -
: :J:'i ogy with the ‘contractor is less than $500,000; or= '
. (5) the payment would place the ‘contractor at a B
".comi.)etitive -disedvantage or would ’sti.ﬂe ‘commercial
" utilization of t.he-technology; or '
(B) it is (;therwise'ixt the best interests of the Gov- '
ernment and the general public. .- o

- {g) Such’ regulatmns shall be promulga.ted mthm twelve

Pﬁblis’hed .by TH!E BUREAU OF NATIONAL AFFAIRS, INC., WASHINGTON, D.C. 20037 -
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months of enactment of this seetion- but will not take effect

for & period of sxxty da.ys subjeet to dlsappreva] by either

-House of Congress Such dxsapproval resolution shall be con-

sidered a preferential resolutlon and may be brought up th}:l-. :

~ out comumittee approval. . , i hy e
(d) Until such regulatmns beeome effectwe, ea.ch ageney
shall obtaia payment on. boholf-of the Federal Government

.-for its research and development aetivities on & contra.ct-by-

contract. basxs in'a manner cens:stent w1th the prov'mlons of -

. BA(‘JKGROU’N’D RIGHTS . - .. ..
A SEC 308 Nothmg conta.med in thls Acf. sha.H be con-
‘strued to depnve the owner of a.ny baekgmund pat.ent or to

sueh nghts a8 the OWRer may have i:hereunder

'.'I_‘ITLE "IV'—DOMESTIG 'AND ‘FOREIGN: PROTEC:
TION . AND LICENSING - OF .. F‘EDERAILY_

- OWNED INVENTIONS:
- -"AUTHORITY OF FEDERAL AGENCIES "

- 8B6. 401. Federal agencies ate authorized to<ml, e

(1) apply for, obiain, and maintain patents :or-

other forms of protection in the. United States and in

. foreign countries on inventions in which the Federal -

i

Government owns a right, title, or interest;. -/

* -.{2) promote. the licensing of inventions cevered by,

| .- federally owned patent applications, ,pet_enfs,. or.other -

- -forms of protection obtained with the objective of maxi-
mizing utilization by -the..'p.ublie_of' the inventions eov-
T'ered‘t.hel;eby'; R TR T R SR
- (3) grant nonexclusive, exclﬁeive-, or partially ex-
clusive lieenses under federally owned. paient applica-

" tions, ;ia.tents, or other forms of protection: obtained,

royalty free or for royalties or other.consideration, and

.on such terms and conditions, 'including the grant to

- the licensee of the right of enforcement pursuant-to the

. provisions of chapter 28 of title 35, United States .

Code, as deemed appropriate in the public interest;

-(4) make market surveys and other investigations

for determining the potential of inventions for domestic

and foreign licensing and other forms of utilization; ac-

CTEXT LR (PTCD

10-8-81. e

qmre teehmea] mfermatmn and engage in negotlatlons L

and other activities for promoting the hcensmg and for - '

" the purpose of enhanemg then' marketablhty and pubhe | '

utlhzatmn _ e IS

‘ ®) WIthhoId pubhea,tmn or release to tha pubhe _
L mformatlon dzsclosmg any mvent:on in whlch the Fed— E
., eral Government owns or ma.y OWR 2 nght tltle, or in- T

" teresl: for a reasonable time in order for a patent apph- o

. . cation to be fiIed

(8 undertake the above and a]l other smtab]e and o

Vznecessary steps to protect and adrmmster nghts to in- :
_.:_ventmns on: behalf .of the Federal Government e:ther :
directly or through contract; _ ' i '

- transfer custody and admxmst:ranon m . whole .

_,:‘:I'or in part, to the Department of Gommeree or to other

' _.;;::_Federal agencxes of the nght mle, or mterest in any L

...invention for the pu:pose of edmm:stenng the authon-
 ties set forth m paragraphs 1) threugh @), mthout: :
_ 'regard to the prov:smns of the- Federal Property and
i SAdrr_lmistra‘;%\fe Services, Act of 1949 _(4:0 U.S.0, 471);

L® demgnate the Department of Gommerce 8§ Te- - '
) I clplent of any. er a!l fumis recelved from fees royaltxes
or other mena,gerpen’tl,‘.q‘f _t'ed‘m'a_ll_y.ev\‘med= inventions 3.1.1_-' k

. thorized under this Act. \'_“__ . L

“.* "AUTHORITY OF THE SECRETARY OF COMMERCE IN. "

* .7 COOPERATION WITH OTHER FEDERAL AGENCIES =~

-~ 8EC. 402. The Secretary of Commerce is authorized in

' eeeperatien with other Federal agencies to—

(1) coordmete a program for aSsisting alt Federal
‘ agenmes in carrymg out t,he a.uthonty set forth in see- -
: tlon 401;" _ R
@ publish ‘motifcation”of al feaerauy owned in-
ventions that are available for licensing; '
" (3) evaluate inventions referred by Fe&eral agen-
cies, and patent applxeatmns filed thereon m order to
identify those inventions w1th the greatest commercial
potential and to insure promotion and utilization by the -

public of inventions so identified;
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@®TCh
" {4) assist the Federal agehoie's in seeking and
) mamtammg protectmn on mvenuons in the United

States and in forelgn countries, moludmg the payment

of fees and costs ‘confiected there\mth

(5) aecept eustodv and ad.nnmstra.tmn in whele or -

-in part of the’ nght ntle, and interest in a,ny invention

for the purposes “set forth in section 401 L8h] through
{4), with the .approvalrof the Federal agency concerned

without regard to the ’i]i:ohisiofié of the Federal Proper-

"471), J

| {6) reoewe fzmds {rom fees royalues, or other

i the purpose of thls Aet and

(7) um-iertahe- these a,nd such other funotions

|"-‘-'|'

o sary and a.ppropnate to a.ccomphsh the purposes ‘of this _

mle. -

.: AU‘I‘HOEITY 01*" THE ADMINISTRA’I‘OR OF GENERAL i

- SERVIGES '

§ SEC 403 The Adxmmstrator of General Services is au- -
thonzed to promulgate regulatlons speolfymg the terms and |
‘ conﬂmons upon whlch smy federally Gwned mventlon may be :

- hoense(l on a nonexoluswe, pattmlly excluswe, or excluswe ;

i D0

basis,

GBANTS OF AN EXCLUSIVE OR PARTIALLY EXCLUSIVE

B LICENSE "

SEG. 404 (a.) Federal agencles may grant exoluswe or -
_‘Vpe.rhally echuswe heenses n any mventlon covered by a fed- .:
g __erally owned domestlc pat.ent or patent apphoanon only if, :
a.fber pubhc notxce and opportumty for fﬂmg w-ntten ob;ee-§

'_ txons, 1t is detenmned tha.t-——

(1) the mterests of the Federal Govemment and

the public wﬂi hest be served by the proposed hcense,

in view of the apphcant ] mtenuons, plans, and a.blhty

_ .to bnng the mventlon to proenoal applmatxon or other-

mse promote the mventlon s utilization by the publlc,

TEXT

_ ty and Adnumstratwe Semce Act of 1949 (40 US.C. |

management of federally owued mventlons authonzed '

' under thls Aot but such funds sha]l be used only for -

elther dlrectly or through such contraots as are neces-

(No, 549) D -7
' | (2) the desired pi‘actieal application has noo been
achieved, or is not likely expeditiously to be achieved,
‘under any nonexclusive license which has been grant-
* "ed, or which may he granted, on the inveotion; .
'f(3)"exolusive or parﬁally exclusive licensing is a
reasonable and necessary. incentive to call forth the in-
vestment of risk capital and expenditures to bring the
invention to practical application or otherwise promote
- the invention’s utilization by the public; and :

© (4) the proposed terms and scope of exclusivity .

“.pré not greater than reasonsbly necessary.to provide

the: 'indenﬁ{fe for bringing the invention to practical ap-
. phoa.tlon or’ othemse promote the invention's utiliza~

* - tion hy the publie; =

exoept that & Federal agency-shsll not- grant such exclusive -
“or partially éxclusive license if it determines that the grant of
~“such license will tend substantially to lessen co_mpeﬁtioh or

result in undue concentration inany section of the country in

any line of commeree to which the te¢hnology to be licensed

- relates, 6r to create.or maintain other situations inconsistent

" with the antit'rusf laws. -

(b) Aftér consideration of whether the interests of the -

‘Federal Governiment “or United ‘States industry in foreign
':commerce wxll be enhanced Federal agencies riay grant ex-

"cluswe or pm:ally excluswe hcenses in-any invention eov-

ered by _a, foreign- patent apphca_.;mn or patent after public

' notice and opportunity for ﬁﬁng‘ written objections -except '
that, e'Federelwa'igenoy" shall not grant such exclusive or par-

g tlally exclusive hoense if it determines that the gram: of such

" Heense will tend Substantlally to lessen competition or result
i undue concentration i’ any section of the couvntry in any

 Yine of comhle:foe' to which the technology to be Ticensed re-
Iates, or to ereate or mamta.m other situations mcon51stent"

' mth the antitrust laws.

(c) The Federal agency shall ma.mtam & record of doter-

: mmatmus to grant exclusivé or partially exclusive licenses:

(@ Any grant of an exclusive or partially exclusive }i-

_cense shall contain such terms and conditions as the Federal
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agency may determine to be appropriate for the protection of - - such license has tended substantially-to lessen competi-

the interests of the Federal Government and fhe‘p_ubl_ic, in- tion or to result in undue concentration in any section

cludmg prowsmns for the following: of the_ country in eny line of commerce to which the '

(1) periodie written reports at reesonable intervals

including,” when -specifically requested by -the Federal

" agercy, thelextent' of the eommercia.l or other use by

"the public that is being made or is- mtended to be made
“ of the mventlon- RN -

(2 a !ionexclusive, ‘nontransferable, ‘irrevocable,

+ paid-up license to practice or have- practiced for the-

Federal Government the licensed invention throughout .

-the world by or on.behalf of the Federal Government

“{including any Federal egency), and the additional right

“_ to sublicense  any State or domestic loeal government

“or to sublicense any ‘foreign. government pursuant to

"'foreign policy coﬁsidere,tions or any existing or future
“treaty or agreement if the Federa.l agency determines _

“-it would be in the natxonal mterest to retain such addi-

~tional rights;: - .- .. EET T

(3) the right. of the Federal -agency, to terminate

"such license in whole or in_part unless the Heensee -

demonstrates to the satisfaction of the Federal agency

that the licensee has taken effective steps, or within a’

. reasonable: time i _expeeted- to take such steps, to ac-

.complish. substantial c'omme:'cial or other use of the-in--

'-_ventlon by the pubhe -and

.{4) the right of the Federal agency, commmencmg

- three years after the grant of & hcense, to require the

licensee to grant a nonexcluswe or partially exclusive

license to a responsible applicant or applicants, upon

terms reasonable under the circumstances, and in ap-

propriate circl_lmstances to terminate the license in
whele or in part, efter public notice and opportunity for
" hearing, upon a petition by an interested p_er.sori jus-
tifying such hearing, if the Federel agency determines,
upon review of such material as it deems relevant, and
after the licensee, or other interested person, has had
the oppertdjﬁty to provide such relevant and material

information as the Federal ageney may teqcire, that

. tract.

tecknology relates, or to create or me.intain other situ-

' . a.tmns mcons:stent thh the a.ntltmst laws

-TITLE V—MSCELIANEOUS

CHAPTER I—DEI*INITIONB‘ RELATIONSHIP TO O'I‘I-IER

 DEFINTTIONS '

- ‘ SEc. 511. As usedm this Act—-—. o

" {1) The term “Pederal agency means an execu-

_ :twe agency” 38 defined by sectmn 105 of txtle 5 '
: United Sta.tes Code, and the mﬂitary departments de--.
- _Vﬁned by seclaon 102 of txtle 5, Umted States Code
| {2) The term contract means any contract :
o grant or ag-reement entered mto between any Federa.l .

ageucy end any person for the performa.nce of experi-

. mental, developmental or resea.rch work substa.ntmlly S

: -funded by the Federal Govemment. Sueh term includes

. ey assngnment substltutwn of pa.rtles or subcontract L

of any type entered mto fnr the performance of expen-

' mental, developmentel, or research work under. s con-

BEEIE O

- (3) The term conl:raetor means- any pet‘son (as )
( - defined in sectlon 1 of tltle 1 Umted States Code) that
is a party to the contract : _

- - ) The term mveutmn means any mvedtlon or'
dJscovery end mcludes a.ny n.rt method process, ma-
chine, manufacture, design, or composition of mat_ter,
‘or ‘any' nevtr and‘ .useful improve;dent theteof or‘a.ny va; :

- riety of plant, w}uch 1s or mey be patentable or other-

'wme protectable under the. lews of the Umted States.

~ (6) The term sub]ect mventmn means any in~

vention or discovery of the contractor concewed or f;ret

. actually reduced to practice in the course of 0:_‘ under 2

,

contract

{&) The term - practncal apphcatmn meaﬁs to-
manufa.cture in the case of a composmon or product, to

: practlce in the case of a proeess “or to operate in the
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. -case of a machine or system, and, in each case, under

- such conditions as to establish that the invention is

being worked and that its benefits are a{'ailable to the

: pubhc either on reaseneble terms or through reason-

.. -able hcensmg armngements.

(i) The term person means any- ind.ivi&ﬁé.l

'partnershlp, corpore.tmn assomatmn, mshtutmn, or |

v 'other entity.

(8) Ther terin “made”, when used in relation to

any invention, means the conception or first actual re- . |

7 duetion to practice of such irivention" AU

{9) The texm “antittust law” mea.us——

. and Gommerce against unlawful restraints and mo-

: nopohes”, a.pprove& July 2, 1890 (15 US.C. L et - -‘

RS seq) ‘as amended; _
B the Act entltle& “An Aet to supplement
'emstmg-laws-agamst unlewful Testraints and mo-
nopolies, and for other .pu.rposes", approved Octo-

" ‘ber 15, 1914 {15 US.C. 12 et"s'eq)‘ as amended;

o ©) the Federal Trade Commmsmn Aet (15

. S C 41 ef seq.), a3 amende& a

(D) sections 73 and ‘74 .of the Act entitled .

“An Act to reduce taxation to provide revenue for
the Federal Government, and for other purposes’’,
. approved August 217, 1894 {15 US C. 8 and 9),

* . -as amended; and

" () the Act of June 19 1936 (15 U.S.C. 13,

5 7.13a., 13h, and 21a).

RELATIONSHI? TO OTHEB LAWS

(&) the Act eiititled “An Act to protect trade |

1) Section 205(0) of the Act of Auguse 14, 1946
(1 US.C. 16240a; 60 Stat. 1090),"is amended by
striking out the ‘ast Sentence thereof. .
(2) SBection 501(c} of the Federal Coal Mine
Health and Safety Act of 1969 (30 1.5.C. 951(c); 83
- Stat. 742) is a.men.ded by striking out the last sentence
thereof.. - _ | _. ‘ .
(3). Sectmn 106((:) of the Natmnal Trafﬁc and
‘Motor Vehicle Safety Act of 1968 (15 U.8.C. 1395(c);
80 -Stat. 721) is repea,led | o
+1(4) Section 12 of the Natlonal Selence Fcundanon |
. Act of 1850 (42 US.C. 1871a); 82 Stat. 360) is re-
: -pealed. ' -
- (B) Section 152 of the Atmmc Energy Act of
. 1954 (42 U 5.C. 2182; 68 Stat 943} i is repealed.

(6) The Natmnal Aerenautlcs and Space Act of

1958 (42 U.8.C. 2451 et seq.; 72 Stat. 426} iz amend-
(A) by repealing section 305 thereof (42

-~ U.B.C. 2457): Provi&'ed, fiowever' That subsee-
tions {c), (d}, and {e) of such section EhaH continue

" to be effective with respect to any applxcauon for
* patents in which the written statement referred to

o * "in ‘subsection (c) of sucﬁ ‘section has been filed or
| _.féq.l'lested' to be fiied',by .theVConunissiener.of Pat- -

| ents and Trademsarks prior to the-effective date of

~this Act; - B ' . _7

o ® by inserting the foilo\ﬁng new section".'.
305 ’ | |

.“SEC. 805. INveENTIONS AND CONTRIBGTIONS

SEC 512 Nothing in. l:hls Act shall be deemed to_ Boarp.—Bach proposal for any waiver of patent rights held
convey to any mdmduaI eorporat:on, or other busmess orga.— 1 by the Administrator shall be referred _to'_a.n Inventions and
nization 1mmumty from cml or criminal habxhty, or to create Contributions Board which shall be established by the Ad-
defenses to actions, under any antitrust law. - o ' ministratm; withiﬁ the Adnﬁnis'tration. Such Board shall . -

CHAPTEER 2.—AMENDMENTS ro OTHER ACTS . accord to each interested party an opportunity for a hearing,

i IDENTIFIED AQTS AMENDED T “1 and shall transmit to the Administrator its findings of fact :

SEe. o2i The followmg Acts are hereby amended as with respect to such proposal and its recommendanous for

follows. S P o . actmntobe taken with respect thereto.’;
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(%] by'reﬁealing section 3(56 thereof (42
USC.o8; . o
(D} by inserting at the end of section 203(c)
thereof (42 USC 2473(0)) the follomng news
pamgraph : : S
“(14) to provide effectwe contractual ;)rmnsmns

for the reportmg of the results of the activities of the

Administration, including full and complete-_techmcal _

reporting of any innovation made in' the course of or

under any contract of the Ad.ministrb.ﬁi‘dhﬁ”; RS

" {E) by inserting ‘at the end of ’s}e(_:_tion 208

' thereof (42 USO 2478) the following new stb-
_ section: o L

" “(d) For the pufpnses of chapter 17 of title 85 of the
“United Ste,ﬁes Code the Administration éhall be considered a
defense agency of the tTnited States.-”; and ... '
. {F): by striking out the 'following in section

203(c)(3) thereof (42 U.S.C. 2473(c)(3)): “(inchud-
.:ing patents and nghts thereunder)” .

(7} Sectmn & of the Coal Research and Develop-

"ment Act of July 7, 1960 (30 US.C. 666; 74 Stat;

-837), is repealed. - B ' '
(8) Section 4. of the Helium Act Amendments of

" 1960 (30 U.S.C..167b; 74 Stat. 920) is amended by

‘striking out hoth provisos at the end thereof

(9) Section 32 of the Arms Control and Dlsarm- 7

ament Act {22 U.S.C. 2572; 75 Stat. 634) is repealed.

) Subsection (e} ‘of the section 302 of the Ap- ‘

palachxan Regmnal Development ‘Act of 1965 (40

- U S C. App 802(e); 79 Stat. 5) is repealed. -

@ Except for paragraph (I} of sect.lon 9 of the :
Federal Nonnuelear Energy Research and Develop-

ment Act of 1974 {42 U.8. G 5908; 88 Staz 1887) is "

'-.'repealed

'ty Act of 1933 (16 US.C
. -amended by striking both provigo clausés at the end

‘ -thereof

(13) Sectmn 5(&) of Lhe Cons'umer Pmdutt bafr ty

Act (15 U.8.0. 2054(d); 88 Stat. 1211) ig rcpr-a!vd

: .14 Sectmn 3 of. -the. Act of April 5 944 0
. U.B.C. 323; 58 Stat. 191),1s repeah.d. :
(15) Section BOO1 of the Solid Waste Disposal

Act (42 U. S.0. 6981; 20 Stat 2829) is repeaied

(16) Sectlon 6 of the Patenr. and Trademark
. Amendment of 1980 (35 U.S.C. 38 94 Stat. 3018) s

.-f-“-repealed AL

(1n Secuon 63 {1) and (2) -of tha Stevenson- 3

';Wydler Technology . Innovation . Act - of 1980 {15

U.S.C. 3705(e) (1) a.nd (2) 94 Stat. 2313) 13 repealed.

CHAPTER 3. mEFFECTIVE DATE PROVISION

EFFECTIVE DATE

- BEC. 531. Thls Act shall take effect on “the first da.y of

the seventh month begmmng- after the date of enactment of =

this Act, except that reg’ulatlons :mplementmg tius Act ma}

e issued prior to such day

-- End of Section D == .
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