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: | .NEW BILLS WOULD GIVE GREATER
< PATENT RIGHTS TO BIG BUSINESS

[ Leglslatmn introduced in both houses of Congress last week wouldpermlt blg busmess to
R obtain patent rights in inventions arising from federal research and development contracts.
T . Thebills are des1gned to give big busiriess the same rights recently accorded tosmall . :
Rt -businesses, universities, andnonproflt orgamzatmns (see P. L 96 51‘7 509 PTC] A-l, 506 o
_"..p'rcxs 1) R A IO Lo e

,;;:_;w"éi : g

R Baclgg:_cund _ |
The tWo' bills mtroduced on September 23rd areS ‘1657, sponsoredby Senator Harrlson :

B ~'H. Schmitt (R-N.Mex,), andits somewhat different counterpart, H;R, 4564, ‘sponsored by
{ ~ 7. . Representative Allen E Ertel (D—Pa ) (Eds Note' 'I‘he Schnutt.bﬂhs a revision of 5. 1215

431 PTC] A=4,"D-10)

‘Despite the efforts of Schmxtt and; Ertel . b1g busmess was passed over when' Congress
' granted patent rights to small businesses-and universities late last-year.-See 509'PTC] A~1, -
- 477 PTCJ A-1, 466 PTC] A-9. However, both men have refused to.abandon’their efforts: to es— s
‘tablish a truly Ttuniform'*: federal patent pohcy that. does not dlscrlrnmate agamst blg .
E busmess » ‘ o

The bills: prov1de that t1t1e to inventlons arlsmg frorn federal research and development :
- contracts would generally vest-in the contractor--regardless of the contractor's size, The -
Government would retain a royalty -free license, however, and would also have '"'march-in'"
rights allowing it to explon: the invention 1f the contractor falled to do so w1th1n a reasonable R
'perlod of time, .- S )

 The Senate Commerce Committee and the House Sclence and Technology Commxttee o
‘were corducting a-joint hearing on the bills ds PTC] went to press,on September 30th. '

© The text of $,1657, along with mtroductory remarks and 2. sectlon by- section. analyszs A'
- {as published in the Congressional Record, 9/23/81, p S 10346), appears at page D 1 No
gprmted copies of H R 4564were avaxlable at press nrne. f |

' PTC] COMMENT* 'The chief dlfference between the two bills is that Ertels pitl (H. R.

4564) also contains a recoupment provision(§307) that allows the Government to recover

il its cost from a contractor if profits from an invention reach a certainlevel. A s1rn11ar

- || provision was rejected when Congress granted greater paterit rights to small busi-..- -
nesses, See 509 PTCI.A-1, 477 PTC] A-1, D-1, 417 PTC] A-3, E-1. The present: versmn

' iof this provision, however, provides ample waiver authonty when recouprnent is unfair

jor 1mpractxca1 Sectlon 307 of HR. 4564 readsas follows' o o :

j[Text]CONTRACTOR'S PAYMEN’I‘S To THE GOVERNMENT e |
SEC 307 (a) The Admimstrator of the General Serv1ces Admuﬁstrauon and the Secre-
tary of Defense shall issue regulations which will provide payment to the ‘Government for -
. || {Federal funding of research and development activities through the sharing of royalties
1 lor revenues or both with the contractor. Such regulations shall provide, to'the extent ap-
|| propriate, -a standard contractual clause to be mcluded in all Federal research and de-
velopment contracts oL R : :

. “Copyright @1931 by THE BUREAU OF NATIONAL AFEAIRS, INC., Washmgton D.C."20037
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the agency determines tha -~ " .

payment, or -

- (2) the Federal Government's contribution to the technology as licensed or ut111zed is m-
substa.ntial compared with private mvestment made or to be made in the technology, or .

or”

$500, 000 or

comrnerc1a1 uttlizatmn of the technology, or ..

(c) Such regulatlons shall be promulgated within twélve months of enactment of this sec-
lution and may be brought up w1th0ut committee approval

of the Federal Government for its research and development activities on a contract-by-
contract basis ina L manner cons1stent w1th the pr ovis1ons of subsectxon (b) above [End
Text] SR e . o

_ REGISTER OF COPYRIGHTS DISCUSSES
: THREAT POSED BY NEW TECHNOLOGIES _ AR
Reg15ter of Copyrights Dav1d Ladd thmks copynght owners have good cause to be :

- alarmed about the erosion of their rlghts by new technologies. In fact, he belteves that the B
threat posed by home-wdeotapmg is particularly severe. PR :

In an address delivered September 23rd at a meeting of the International Copyright Soc1- e

ety in Toronto, Canada, Ladd stressed that copyright law must keep pace with rapid techno-

logtcal changes ‘What is needed, he said, is "mgenuity in fashlonmg adaptatmns for copymght S

as mgemous as the innovations in technology itse

Problems arising frorn the relat10nsh1p between copynght and technology are "not new. LR

- Ladd noted. "'Copyright originated in technological change [e.g., the printing press,] and at

each stage in the historyof copyright law, technological innovation has been a central problem

L to pohcy makers. ' Now, as in the past, "optlmism over the prospects of new markets * * *
and new sources of consumer satisfaction is tempered by anxiety over the dangers of i 1rre- -
: trievable loss of control over copyright works because of that very technology I

As the "'rate of technolog1ca1 change has acceler ated * % * the strains on copyr1ght have :

intensified, '’ said Ladd. Moreover, we are now facing "'a new problem different in kind: how

~to control uses of copyrighted works which are not readily detectable, and therefore not read-
ily policeable. ' In the area of home videotaping, he feels ""we must decide whether we can de- -

E - vise and use the equivalent of the theater-era box office to collect payments for use, ox =
whether we must throw up our hands and accept all home copylng as lawless hut uncontrolla—
ble, or lawful because itis uncontrollahle e _ . - e

o Copyrlght ©1981 by THE BUREAU OF NATIONAL AFFAIRS, INC., Washington, oc 20087 - - '
o . 0148—7965/81I$0050 o

(b) Such regulations may allow the agency to watve a.ll or part of the payment set forth in o
subsection (a) above at the time of contractlng or at the request of the contractor where __‘f

(1) the probable admimstratwe costs are 11ke1y to be greater than the expected amount of

| (3) the contractor is a small busmess, educational mstttunon, or nonproftt orgamzatton, T

' '(4) the total Government fundmg of the technology wzth the contractor is less than el AT
(5 the payment would place the contractor at a competitive disadvantage or would stiﬂe |
©) itis OtherW!se in the best interests of the Government and the general pubhc.' RN

tion, but will not take effect for a period of sixty days subject to disapproval by either _ :_;_‘j_-.-
House of Congress. Such disapproval resolution shall be cons:derec‘t a preferentzal reso-’

(d) Until such regulatlons become effective, each agency shall obtam payrnent on behalf .

r s i Bpoes, 0l B SN Ry B e et e 2 e 2 A PRI
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By M. SCHMITT (for himself,

- Mr, CanNoN, Mr. (GORTON, Mrs,

HassepavM, Mr, Lucar, and Mr
SyMmsd) 3 :

5. 1657, A bill entitled the “{miform
Science and Technology Research and
Development Utilization Act”; to the
Comrittee on Commerece, Science, and
- Transportation. .~
© UNIFORM BCIENCE AND TEHNDLOGY RESEM?.C'.EI

AND DEVELOPMENT UTILLZATION ACT

2 Mr, SCHMITT. Mr. President, today

I am introducing for myself and Sena-
~ tors CanyNoN, (GORTON, KASSEBAUM, LUGAR,
“and Symuns, the Uniform Science and

Technology Research and Development

" Utilization Act. The purpose of this legis- .

. lation is to maximize the return to the
‘public from our national Investment. in
"research and technelogy development
by establishing & uniform Federal policy
for the management and ufilization of

inventions. developed under Federal.

_contracts.

This bill is a'rewsed version of 3, 1215 o

:a bill which I introduced prior to the

contelusion of the 86th Congress. The bill

has been reviewed by leaders in industry,

business, academia, and Government,
The responses have heen very helpful

and supportive. The revised bill which is

being introduced today reflects the many
“thoughtful views and suggestions of
‘those who responded to. my request for
.- comments.

Mr. Plesident recent economic ndl-"

-cators suggest that the United States is
. experiencing an alarming decline in tha
rate of techriological Innovation and eco-
nomic growth. Symptioms of this decline
are reflected in the diminishing growth

in productivity, the Increasing penetra- -
tion of domestic markets by our forelgn
" competifors, and the shrinking percent-

age of world patents being granted to

Americans. We are becoming more aware .

. that the scientific and technological ad-
~ vantages which we enjoyed relatively un-
_ challenged for much of this century can
‘no longer be taken for granted.
My Subcommittee on Science, Tech-
nolegy. and Space has had a longstand-

ing interest in technological innovation
and Federal policles which adversely -

impact upon it. For the past 3 yeats the
subcommitiee has conducted extensive
oversight hearings examining the di-
rection of Federal R. & D, and the Fed-
eral Government's role in promoting the
development, application, and. diffusion
of new technologies. The problems are

varied and complex, but include over-’

“burdensome regulations, counterproduc~

tive tax policies, and inadequate fund-
ing of basic research. Nevertheless,

there are steps which the Federal Gov-
- ernment can and should fake to reverse
_ the downward trerd of the development
. of new products and processes.

The influence of the Federal Govem—

ment on the innovation process is ex-
" sponsibility for implementation to the

tensive. For example, the Federal Gov-
‘ernment currently supports some $35
_ billion of research and development

through grants and eontracts. about'
‘half the total national investment in

R. & D. This enormous investment has
lead directly to such spectacular achieve-

ments as the landing of American ex- -

plorers on the Moon and the new era

of utilization of the extraterrestrial en- -

virenment which was heralded by the
successful launch of the Space Shuftle,

Less immediately apparent have been
-discoveries in electronics which have rev-

olutionized -our lives or that of recom-
binent DNA, the source of new break-
throughs in the treatinent of disease and
the development of food sources as
examples,

The value of much of this research -

and development is lost unless the dis-
coveries and inventions which result can

be commercialized, This result, in turn, .

can best be achieved- if those who per-
form the R. & D. have the opportunity
and the incéntive to effect that commer-
clalization.

take the risks of iInnovation and com-
mercialization, while reducing direct
Government participation. As examples,
this approach appeaxs in the form of tax
credits for investment in R. & D. and

- reduction in regulatory burdens. A re- .

lated incentive lies in patent rights {o
inventions whlch result from federally
funded R. & D.

Unforfunstely the policies of Federal
agencies vary wldely regarding assign-

ment of rights to performers of federally -
funded R. & D. The Government’s policy .

generally has been to retain title and

rights to these inventions. As & resuit, .

the Government presently holds fitle to

‘some 28,000 inventlons, of which only
“about 5 percent have been commercial-

ized.
We think that; 8 better payoﬂ’ from our.
national investment In R. & D. Iz possible

and that reform of Federal patent poli- "

cies is-an important ingredient.
‘Congress  with passage of Public Law

ness Patent Procedures Act. That sact
provides for uniform assignment to unii-
versities, small businesses, and nonprofit
organizations of title to inveniions de-
“veloped under Federal research and de-

- velopment grants and coniracts,

Regulations have been developed by the
Office of Federal Procurement Policy and
arenow out for comment.

However, the majority or Federal

‘funding for research and development

goes to Iarger businesses, which are not
covered by Public Law 96-517. We be-
Tieve that the rights to the title for in-

- ventions should be extended to all con- -

tractors, regardless of size.

Our draft bill provides for the necess
sary uniform procedures and assigns re-

Secretary of Commerce, Specific gitua-
tions in which the Government would

+ 'The preseni é.d]nirustration is empha- ;
sizing incentives for those willing to

INTRODUCTORY REM,ARKS AND TEXT OF S 1657

retain title are narrowly drawn to pro-

tect the public interest. where necessary.
Otherwise the title would be assumed by

the contractor. The Government also -

retains certain “march-in” rights, which
can be exercised In the event that the
contractor fails fo take reasonable and
timely steps fo develop the Invention.

The bii! thﬁs provides net only for pro- -

prietary rights, but also clear obligations
for the recipient.

Mr. President, I ask unsnimous con--

sent that the text of my bill, together
with 2 section-by-section ansalysis, he

_prinfed in the RECORD. . _
There being no objection, the bill and
analysis were ordered to be pnnted in

theRaconn as follows: .-
) | 8. 1857

Be it enacted by the Senate and House
of Representatives of the United States of
Americe in Congress assembled,

TITLE I—POLICY
FINDINGS

" 'Sec. 10t. The Congress, reoognlzlng the *
profound impact of science, englneering, and -

technology pelley on the economic, soclal,
politieal, and technological well-being, and
the health and safety of the Naticn as a
whole, hereby finds and declares that: -

(1) The United States has recently experi- -
enced a decline in the process of industrial.

Innovation and productivity which is inte-
grally related to, and -adversely impacts
upon, domestic productivity, the rate of eco~

bomic growth, the level of employment, |

the balance of trade, and the attainment of

other naticnal goals. |
{2) The national support of sclentific and
technological research and development is

. indispensable to sustained growth and ecos

nomic stability, and it Is in the nationzl in-
terest to maximize the benefits to the gen-
eral publie from such invesiment,-

(3) Scientific and technological develop-

" ments -anqd discoveries resuliing from work

performed with Government contracts con-~
stitute & valusble national resource which
should be devéloped in a menner consistent
with-the public {nterest and the equities of-

. .- the re 1 tl
On such step was taken in the last  (4) Gurcent Feders]

.(4) Current Federa! policy with respect to

- the gllocation of rights to the results of fed-
- 88-517, the University of Small Busi-

erally sponsored research and development
deters confractor participation in Govern-
ment contracts, delays technologicsl prog-

. ress. and stifles the Innovative progess. -

* {6) There 1s & need for the establishment
and fmplementation of a flexible Governs
ment-wide policy for the ement and

utllization of the results of feéderally funded .

research snd development. Thils policy
shoyld promote the progress of sclence and
the useful erts, encourage the efficient com-
merefal utillzation of technological develop-
ments and discoverles, guaraniee the pro-

{ection of the public interest, and recognize
‘the equit!es of the contracting partles.

- PURPOSE

Sec. 102. Tt 15 the purpose of this Act to—

" {1) establish and mainfain a uniform
Federsl policy for the management and use
of the reswite of federally svonsored science
and technology ‘research and development;
and

(2) ineure the effective wniform 1mp1e—
mentation of the provisions of this Act, and
to monitdr on a continning basts the fmoact

Published by THE BUREAU or NATIONAL AFI—AIRS‘ INC., WASH!NGTON D.C. 20037
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of Pederal science and technology policles on
Annovation and technology development.

DEFINITIONS -

Sec. 103. As used In this Ach the term—

(1} Ycontract™ means any contraet, grant,
cooperative agreement, commitment; under-
standing, or other srrangement entered into
between any ¥Federal agency and anv person
whaere g purpoese of the contract is the con-
duct of experimental, developmental, or re-
seatrch work. Such term Includes any assign-
ment, stbstitution of parties or subcontract
of any type entered into or executed for the
conduet of experimental.. develoomental, or |
research work ‘in connection with the pere ;
formance of that contract; ‘ i
other entity that is a party to the contract; *

(3) "disclosure” means g wrltien state-
ment sufficiently complate as to technlcal
detall to convey to ona skilled in the art to
which the invention pertains a clear under-

stahding of the aature, puthpse, operation, -

gnd, to the extent known, the physlcal,
- chemlcsl, or electrical characteristics of the
Invention; . . . .
{4) “Federa} agency” means an “executive
agency” as defined by section 108 of tltle 4,
United States Code, #nd. the military de- -
_partments 83 defined by sedtlon 102 of title
4, United States Code; - .
(5) “Covernment” means:the Government
of the United States of Amerlen;
© {6) “inventlon” means say inventlon; dis-
‘covery, Innovation, or improvement which
is or may reasonably be patentable sublect
" matier as defined In titie 35, Unlted States
- Code; L ’ o .
_(7) *inventor” means any person, other
than a contractor, who has made an inven-
tion under a contract but who has not agreed .
to assign his rights In such Invention to the
contractor; .. . . o
(8} “made under thé contract” or “made
under & contract” when used Ia relation to
any inventlon meens the conception or first
actual reduction to practlce of such lnven--

tlon in the course of any work under the .

contract ‘or under a contract, respectively;
{9) *“nonprofit organization® means uni-
versities and other institutions of higher ed-
ucation or an organization of the type de-
geribed fn sectlon 501{¢) (3) of the Internal
Revenue Code of 1954 (26 U.8.C. 601{c)) and
exempt from taxation under sectlon 50l(a)
“of the Internal Revenue  Code of 1054 {28 !
- U.5.C. 501(a)} or any nonprofit scientlfic
or educational organization qualified under
a State nonprofit organization statute; :
{10} “person” means any individual part-
- mership, corporation, assoclation, instlifution,
.or other entity; ',:
(11) “practical application™ preans to man- :
ufacture in the case of & composition or °
prod..st, to practice in the case of a process
or rm-thod, or to cperate In the case of &'
machine or system, and, In each case, under -
such conditions as to esiablish that the la-
ventlon Is being worked and that 143 benéfits
‘gre available to the publle either on reason-
reasonable licensing '

arrangernents; - .
(12) “Secretary” means the Becretary of
. Commerce; ang o

(13) “small business firm"” means a smiall

business concern, as defined in section 2 of =~

Public Law 85-536 (15 U.B.C. 632) and lm- '
plementing repulations of the Admintstrator
of the Small Business Administration. Foi'
the purpose of this Act, size slandards for
small business concerns Involved In Govern-~ -
“ment procurement, contained in section.
121.3-8 of title 13, Code of Federal Regula~"
tiens, and in subcontracting, contained in
_section 121.3-12 of title 13, Code of Federal
" Regulations, will be used. .
TITLE II—IMPLEMENTATION
RESPONSIBILITIES .

SeC. 201, (A} The Secretary shall coordi-
nate, direet, and review the fmplementation’
and administration of the Federal policy set’
forth in this Act with respect to the owner-
ship of inventicns resulting from fedarally

- forth-In’ this Act;

eral mgency and anm aggrieved party arlsing

COTEXT

- gponsored research and development, and

promote the efficlent and effectlve utilization !
of the results of federally sponsored research !
end development,

{b}Y With » view to obtalning consistent

spollcation of the pollcies of this Act, the
Secretary is authorized and divected— i

(1} to conmsult and advise with Yederal
agencles concerning the efiective Imnlemen~
tation and ovneration of the policles, purposes,
and oblectives of this Act; .

(2) In consultation with the Offics of Fed-
erel Prosursment Policy, to formulate and
recorrmend to the resident such proposed
rules, reguletions, and procedures a3 are nec-

_ -r - essary and deslrable to assure the consistent -
(2) “contradtor” mesfia " gny PerEdn of:

appitcation’of the provislons of this Act;
(3) to fhecumulate, analyze, and dissemi-

- nate data necessary to evaluate the adininis.

tration gnd effectiveness of the policles set

{4) to determine with administrative final-
ity, in, sn- expeditious manner without un-
-nesessary delay, any dispute hetween a Fed-

under title III of this Act; and

(6) to perform such other duties as may be
prescribed by the President or by statute,

{c) For the purpose of assuring the effec-
tive management of Government-owned in-
ventlons, the Secrstary Is authorized to—

(1) sssist and coordinate agency efforts to
promote the lcensing end utiiization of
Covernment-ovmed inventlons;

- {2) eoordinate and advise the Federal agen-
ciés in seehing piotection and maintaining
inventions In forelgn countries, including the
payment of fees and costs connected there-
with; - ‘ -

{3) consult and advise Federal agencies ag
to areas of sclence and technology research
and development with potential for commer-"
clal utilization; end .

(4) recelve funds from fees, royalties, sales,
or other management of (Jovernment-owned
inventions authorlzed under this Act: Pro-
vided, however, That such funds will be used
only for the purpose of this Act.. :

. (d} The Secretary shall submit to Congres
an annual report of activitles pursuant to

* this Act, Such repori shall include (1) rele-
 vant statistical data regamiing the disposition

of Inventlon disclosures resulting from fed-
erally funded research and development, in-
cluding those inventlons disclosed by small
businesses and nonprofit crganizations; (2)
any legislative or -administrative recoms-
‘mendations to better achisve the policy and
purposes of this Act: and (3) an analysis of
the impact of Fegeral policles on the pur-
poses of this Act. * o :
‘ EXPIRATION © T
8zc. 202, The authoritles conferred upon
the Secratary under this tlfle ghail expire 7
years following the effective date of this Act.
unless renewed by actlon of Congress. :

TITLE III—ALLOCATFONS OF RIGHTS—
GOVERNMENT CONTRACTORS

RIGHTS OF THE GOVERNMENT
Sze. 301. (a) Eech Federal agency shall

' acoltlre on behalf of the Tnited States, at the

time of entering into a contract, title to any
invenilon made under the contract of & Fed- .
eral agency 1f the acency determines that-

{1) the services of the contractor are for
the operation of Federal research and devel~
opment centers, including ‘CGovernment-
owned research or produactton facllities; -

{(2) following = finding by a Government
authority which is authorized .by statute or
Executive order to conduct foreign infelli-
gence or counterintellicence ‘activities, the

- restriction or ellminatior of the riecht of the

contractor to retain title to any subject in-
vention is necessary to protect the security of -
such activities; e ’ :

“ {3} In excentional clroumestances, restrie-
tlon oy olimination of the right of the con--
tractor to retaln title to any subjlect inven-s
tion will hetter promote the polley and ob-
Jectlves of this Act; and

(4} the princioal purpose of the contract

“is to devélop or improve products, prodosses,

L @PTCI) 10-1l8)
or methods which will be required for nse by
Goverment regulations: FProvided. however,
That the Pederal agency may subsequently

walve all or any part of the rights of the
United States under this section to sueh In-

" ventlon In contormity with the provisions of

sectlon 303, :
(b} The rights of the Government under
supsectlon {a) shall not be exercised by the

. Federal agency unless it first determines that

at lesst one of the conditicns, ldentified In
paeragiaphs (1) through (4) exist and if files .
with the Secretary a statement stating such.
determination. B o . )
{c} Ezch contract entered into by o Federal
agoncy shall Include sppropriate provislons
{1) require perlodic written reports at rea- -

‘sonable intervals in fhe comrmercial use of
- other forms of utilization or efforts at ob-

taining commercial utilization made by the
inventor oy contractor or their licensees or
assigness: FProvided, That any such report
shall. be treated by the Federal agency as -

" commereial or financial Information obtained

from & person and privileged or confidential
and - not subject to disclosure under the
Freedom of Information Act (5 U.S.C. 552);

(2) reserve to the United States &t least an- - -

Irrevocable, nonexclusive, nontransf{erable,
paid-up lcense to make, use, and sell the

“invention througheout the world by or on

behalf of the United States and States and
domestic muniectpal governments, uniess the
‘agency determines that it would not be in
the public interest to acquire the lcense for

- the States and domestic municlpal goverh-

ments. .
: - RIGHTS OF THE CONTRACTOR

Sec. 302, {a) Whenever & contractor enters
into n contract with a Federal agency other
than in those elrcumstances identified in
section 3J01{a), the coniractor or invenvor
shall have the optlon of retelning title to any
invention made under the contract. Such

rights shall be subject to the Hmitations set

forth in section 304 and the provisions of
section 303. Buch option shall be exerclsed
by notifying the Government st the time of
disclosure of the invention or within sueh
time thereafter as may be provided in 3he
contract. The Govermment shall obtain title
to any invention for which this option 1s not
exercised. .

{b) When the Government obtains title
to an Invention under section 301, the con-
tractor shall retain a2 nenexclusive, royalty-
free Iicense which shall be revocable only to

. the extent necessary for the Government to

grant an exclusive Meenses . - - - .
B <o WAIVER 0 Sho i

- 'SEc, 303, A Federal agency may at any {ime’

walve &ll or ahy part of the rights of the

United States under this title to any Inven-
tion or class of iaventions made or which
may be made by any person or class of per-
sons undar the contract of the agency If the .

" agency determines that the condition justi-
-fying acquisition of title by the Government

under sectlon 301 no longer exists or the in-
terests of the Unlted States and the general
public will ba best served thereby. The apgency
shall maintain 8 record, which shall be made
public and periodically updated, of deter-
nminations made under this section. In mak-
ing such determinations, the agency shall

- eonslder the following objectives:

(1) encouraging the wide avallabliity to
the ‘public of the benefiis of the experi-
mental. developmental, or research programs
In the shortest practicable time; * . .

{2) promoting the commercial utiization
of such inventions; S ..

(2) encowraging particlpation by private
persons in the Government-sponsored experis

_mental, developmental, or research programe:

and -

(4) fostering competition and preventing
undue market concentration or the creation
or maintenance of other situations incon-
sistent with the entitrust laws,

. Published by THE BUREAU OF NATIONAL A.FFA!RS. INC., WASHINGTON, D.C. 20037 -
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. ‘picativn of the invention; -

. speciiied by PFederal regulation which are

~ foreign patent application to be filed;

“and ¢

_'_'.10:1—8.1_. (®TCH) .

o MARCH-IN=-RIGHTS .

SEec. 304, (%) Whero 4 contractor has elected
to retain title to an Invention under section
302 or 303, the Federal agency shall have
the righl, pursuant to regulations end sub-
jeet to the provisions of subisection (b), te.
grant, or require the contractor to grant, 8
nenexclusive, partielly exclusive, or exclu-
stve license €0 a responsible appllesnt o
applicants upon terms reasonabls under the-
-eircumstances, If the agency determinss guch
fction s necessary— - - . -

(1) because thé contractor hes not taken, .
or is'not expected to take within a ressonable.
tiine, effective steps to schisve Practical ap.

{2) to slloviete eerious health or sefoty -

' needs which are not ressonably satisfled by

the contractor, or its licensees; ., .
{3) to meet requireiments for public use

1ot reasonably. satlsfied by the contractor or
“1ts Heenseesy oF 7wt P2y RomTa o T
{4) ‘because the pctlons -of the contractop

beyond the exercise of the-exclusive rights in

the lnvention -heve tended substantially to .
lessen competition or to resuit In undus
market concentration In any section of the -
‘United States in any lthe of commerce to
‘whichthe technology relutes, or to crente and
maintain other situations inconsistent with
.:the&ngitmtlgm:;.rf R EU
~Io{b) ‘The rights of ‘thé Federal -agency un-
der subsection (a) shell be subject to the
prior approval of the Secretary, who shall

" . make a determination after a formal hearing

with afiected partles present and conducted
in accordance with rules, regulations, an
Pprocedures adopted by the Secretary. -
- GENERAL PROVISIONS o
8ec. 305. (a) Edch contract eniered Into
by a Federal agency shall smploy a single
patent righis clause containing such termsg
and conditions as the agency deems sppro-
priate Tor the protection of the Interests of
Ihe Unlted States end the general public,
including appropriate provisions to— -
(1) require the timely dlsclosure by the
contractor or inventor to that agency of any
-Invention made under the contiract: Prow
vided, That Federal agencles are authorizad
to withhold from disclosure to the public, in.
‘formatlon disclosing any ilanveantion made
under the contract of an agency for o res-
sonsable time in order for e United States or

(2) reguire an election hy the contractor
within a reasonable thine after disclcsure as
to whether the contractor intends to file a
patent application on any lnvention msde
under the confract; ‘

(3} require a declaration by the contractor

" within a reasonable time after disclosure of

the coniractor’s intent to commercialize or
otherwise achieve the widespread utiliza-
tion of the invention by the publie.

(4} an obligation on the part of the con-

 tractor, in the event & United States patent’

application is filed by or on Its behalf or by
any assignée of the contractor, to Include
within the specification of such application-
and -any patent issulng thereon, & statement
speclfying thet the invention was made with

~Covernment support and that the Govérn-

ment

has certein rights in the invention; .

- (5) allow deviation to the mintmum rights
acquired -under section 301 on & ctess basls -

RIS § : T

(A) contracts involving cosponkored, cost
sharing or foint venture research when the
coniractor 18 required to make a substantizl

" contribution of funds, facllities, or eguip-

“meént to the work performed under the con=
tract; B :

{B) speclai contracting situstions such as

" - Federal price or purchase supports and Fed-

eral loan or losn guarantees; angd .
{C) no deviatlon under this subsectlon.

_+ -shall waive {n wholé or in port, the mintmum
C rights to be secured for the Federal Gov-~
- ernmen_t set Torth In sect{on 304{a) (4).

v SEc. 30T, A
“clusive or partidily exclusive lieenses in any
Invention to which the Government hes ace
- quired title If the agency determines that—

achieved within a ressonakie perlod of time

- Foundation Act of 1850
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{by When it is determined that the right

' %0 require Noensing of the right of the Fed-
- eral. agenicy Yo Jcends shiolild bs exergised
.. pursusnt Lo section 504, thé Federal agency
-may specify térms shd co

tions, includ-
ing royalties to be charged, 1f any, and.the
duration alid feld of use of the license, if

.appiopriate, Agency deternmiinatfons as‘te.

the rights to toventions under this title shell,
be 'mede in an expeditloys manner withoud
upRecessery deley. .. - T we
o . .ncs:onotmn RIGHTE o ’
'Sre. 308. Nothing contained In this Acti

‘shall be construed to deprive the owner of -

any background patent or {o such rights aa
the owner may have thereunder, :

GOVEENMENT LICENSING AUTHORITY
fal agenicy may grant ex-

{1) the-desired practical appieation has
not been-schieved, or i3 not lkety to he

by the granting of a nonexclusive license;

-.7+(2) exclusive or pertielly exclusive licens-

4ng is & reasonable amd neceasary Incentive

- to-call forth the investment of risk capital

to bring the invention to practical epplica«
tion: and S ’
(3) -the -propesed terma. and scope of ex-

ing the inventlon to practical application,
TITLE IV MISCELLANEOUS
REPEAL OF E¥ISTING- ETATUTORY REGEARCH AND
- DEVELOPMENT AUTHORIZATIONS

. " Sgc. 401, ‘The following Acts are herehy

amended as follows: B

(1) Sectlon 205(s) of the Act of August -
14, 1548 (7 U.B.C. 1824(a); 60 Btat. 1050), ia
amended by striking out the last sentence
thersot, . .

(2) Bectlon 501{c} of the Federal Coal
Mine Health-and Safety Act of 1969 (30 U.8.C.
851{c); 83 Stat. 742} iz amended by striking
out the last gentence thereof. : .

{3) SBectlon 106(c) of the Nationsl Trafflc:

‘end Motor Vehlcle Eafety Act of 19686 {15

U.8.C. 1205(c); B0 Stat. 721) 1z repealed. -

{4} Sectlon 12 of the National Bclence
(42 U.B.0. 1871(a); -
82 Btat. 360) ‘is vepesled. v :

{5) Bection 15% of the Atomic Enerpy Act -

-of 1854 (42 U.B.C. 2183; 83 Stat. D43) -in

repeated,

{8) The Natlonal Aeronsuties and Spece’
- Act of 1858 (42 1.8.0. 2451 et -seq.; 72 Btat, |

#25) Is emended-—

(A) by repesling section 805 thereof (42

U.B.C. 2457): Provided, however, That sub..
- sectlons (e), (d), and (e) of such saction -

shall continue o be effective with respect
to sny epnlication for patents In which the

written statement referred to In subsectfon
{¢) of such’ section has been filed or re-

auested to be filed by the Commissioner of .-
Patents and Trademarks prior to the effec-
tive date of this Act; ’ -

- (B by Inserting the followlng new BECh

 tlon 305:

“INVENTIONS AND CONIRIEUTIONS BOARD

“Brc. 305. Each propossl for any walver of
patent rights held by the Administrator.
shall he refeired to en Fhnventions and Cong

- tributions Board which shall ba establishdd .
- by the Adminisirator within the Adminis.’

tratlon, Such Board shall -accord to sach In-
terested party an opportuntty for a hearing,
and shell transmit to the Administrator ity
findines of fact with respect to sueh propdasl

-and Its recommendations for action to he
- taken with respect thereto.; LR

(C). by ‘repeaiing section 306 thereof (42

[U.8.0. 2458); .

{D) by lbserting at the end of section 20
(¢) thereof (42 U.S.C. 2473(c)); the follow~
ing new paragraph: T :

“(14) to provide effective contractuel pro-

" vistons for reporting of the results of the
' Published by THE BUREAU OF NATIONAL AFFAIRS, INC., WASHINGTON, D.C. 20037
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activities of the Administratien, intluding
full and compiete technleal reporting of any
innovetion nisde in the course of or unde®
any contract of the Administration."

-(E} by fuserting at the end of section 203
theren? (42 UB.C. 2478) the followlng new
subsection:

*{d) For the purpose of chapter 17 of title
35 of the United States Code, the Adminis-
‘tration sha!l be considered a defense agency
of the United States."; and ‘ _

{F) by striking out the fellowing in sec-

“tion 903(c}(3) therent (42 U.L.C. 2473(c)

{3)) “(ncluding patents and rights there-
under) ,”. . .

{7) Bectlon 6 of the Act of July 7, 1860 (30
U.8.C.888; 74 Stat. 837}, is repealed. -

(8) SBection 4 of the Hellum Act Amend-
ments of 1960 (60 U.B.C. 167h; T4 Stat. 8201
ts -amended by atriking -out hoth proviso

“cliuses at the end thereof.

7 {9) Hectlon 32 of the Arms €ontrol end
Disarmsment Act (22 U.B.C. 25672; 75 Btal.
634) 1a repesaled. ..

- -(10) Bubsectlon {e¢) of sectlon 302 of the -

.Appelachisn Reglonal Development Act of

1665 (40 U.S.C. App. 302(e); 70 Btat. 5) la
repealed. y . .

" {11) Bection 9 of the Federal Nonnuclenr
‘Energy Research and Development Act of

“187% (43 - UB.C. 5P08; <88 -Btat. 1887y {s
‘amended ‘by satriking ell after “hours” the.
~clusivity - are..not -greater -than réasonsbly .5°cOnd time it-appears therein. and inserting

- necessary to.provide the. incentive for bring. . \bieuthereof & perfod.  ° - -

"--(12) Bectlon B{i) of the TFennessee Valley
Authority Aet of 1933 (16 US.C. 831d(1); 48
Stat. 61) is amended by striking bath proviso
clauses af the end thereof. ) :

{13) Bection 6(d) of the Consumer Prod-
uct Safety Act (15 U.S.C. 2054(d); 88 Stat.
1211) i3 repealed. -

(14) Bection 8 of the Act of April 6, 1844
{30 U.S.C. 323; 58 Stat. 191). 18 repealed.

{15) Baction BO0L of the Solid Waste Dis-
posal Act (22 U.S.C, 6881: g0 Stat. 2802) s
repealed. ’ } :

{16) Ssctlons 200 through 203 and section
211 of titls 35, United States Code, are re-
pealed, .

{17) Sectlon 62 (1} and (2) of the Steven-
son-Wrydler Technology Innovation Act of
1880 (16 U.8,C. 8705(e) (1) and (2); 94 Btat.
2313) ia repealed.

- EFFECYIVE DATE R

Sec. 402, This Act shall take effect
months gfter the date of enactment of this
Act. . . -

[

BECTION-BY-SECTION ANALYSIS—UNIFORA SCI~

ENCE AND TECHNQLOGY RESEARCH aNp UTi-

. LIZATION AcT - : : .
SECTION .101.. FINDINGS )

In this péetion Congress finds and declares

.that the United States has recently experi-

enced a decline in innovation gnd produc-
tivity; . that selentific and techreological
develcpments™ resuiting from Government:
contracte comstitute a valuable nattonal re-
eource; that current Federal batent polley
deters ‘contractor ‘participation. delays tech-
nalogical progress and stifies innovation: and

- there 15 a need for a flexible, government-
. wide policy for the management apd uti-

lization of the results of Federaily-funded. -
resedreh and development.
. . 8ECTION 102. FURPOSE
- This sectlon states that the purpose of. -
this Act 1s {o malntain the effective imples
mentation of & ¥Pederal policy for the man-
szement, and use of the results of Federally-
sponsored scfence and tecknolozy research
and development, |
T BECTION 103. DEFINITIONS -
This section stotes several definitions, in-
cluding -“contrect” and ~“practical applica-
ton™,.
. BECTION #201. RESPONSIDILITIES

- -Bubseeslon (a) directs the Secretary of

Commeros to coordlnate, direct and review X
the implementation of the policy set forth
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in this Act. For tne'purbose of assuring unt-
formity in the administration of this Act,

- the Secretary is directed to develop proposed

- regulations, accumulate snd snalyze rele-
vant data, determine with administrative
" finality any dispute arising under- Title 3
of this Act, sand monitor the “march-in”
‘rights of the Government under Seetion 304.
For the purpose of agsuring the effective
mianagement of Government-owned Ihven-
. tions, the Secretary is directed to nassist and
coordinate agency efforts to promote the l-
censing and utilizatlon of Government-
owned Inventions, including the explleit au-
thority to accept custody of any -Federal
agency invention, protect U.S. tnventions in
forelgn: countries, and recetve furids from the
- moanagement of these lnventlons, Subsectlon

‘ - {d} requires the Secreary to submit an an- .

‘nual report of his activities under this sec-
tion to Congress. There Is no authurlzatlon
provided for the Secreary to cax‘r; oug these
provisions. . e

SECTION 202. EXPIRA'IION

The authorities conférred upon the SecrE- -

tary under this title shall expire In seven
-'years unless renewed by an Act of Congress.
SECTION 301. RIGHTS OF THE GOVERNMENT

Subsection (a) spgecifies those situations in
which it would be presumed the Government

-~should take title.to any invention made un-

der Federal contract. The determination as
to the Government's rights would be made

. at. the ﬁme ot ountra.'-tlng. These Government '

-Published by THE BUREAU OF NATIONAL AFFAIRS, INC., WASHINGTON, D.C. 2d037 o
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rights would not be assumed by the agency
untess it determines thta one of the enume-
rated criterla exists, and files s determination
statement with the Secretary. )
SECIION 302. BIGHTS OF THE CONTRACTOR
Subsection (6) states that In all other sit-
uations not specified {n Section 301, the con-
tractor or Inventar shall have the optlon of
retaining titie to any invention made under
the contract. The Government shall retain

title when this option is not exerclzed by the -

contractor.

. Bubsectlon (b} 's'peclﬁes that when the Gov-
emmenr. takes title to an invention under

‘this section, the contractor will retain anon-
) e:\cmsive. m}'alty-free license.

. BECTION 303. WAIV‘:':R

'I'o assure flexibility in the implementation’

of the polisies, this section wopld authorize

_the Government to waive rights to inventions
when deemed to be In the public interest,

* SECTION 204. BIARCH-IN RIGHTS
This section would authorize the Govern-
ment to reguire the contractor to license an

" Inventlon or assign title to the Government

i the contractor fafls to take reasonable

- stéps to develop the Invention or the Govern- -

ment determines such actlon is necessary in
the public interest. .

SECTION 505, GENERAL PROVISIONS
This section authorizes Federal agencles to

include Federal research and development

“Endof Secfiq:ﬁ D —-

_contract provisions necessary to protect tie

@TC)  10-1-81.

publie Interest, including appropriate provi-
sions, to require the timely disclosure by the

_econtractor of any Invention made under o
. Federal contract, to require the contractor to
_file & patent application within a reasonable

time after disclosure, and te require the con.
tractor to deelare his intent to commerelatize
the iInventlon, Additlonal provislons allow
deviation to the minlmum government rights
when a contractor makes & substantial con.
tribution of funds or faciliities. If the agency.
determines it necessary to Jicense pursuant
ta- Sectlon 304, the agency may speclty the

‘terms and conditions theréby.

JECTION 206. BACKGROUND RIGHTS ., '
" This Act shall not be construed to deprive

" the owner of sny background patent.

sr:c'rmN 20T, GOVERNMENT ucx-:NstNa
. A.m‘nonrrr ' .
“In this section the Government 1s expressiy
euthorizéd to grant exclusive licenses In any.
invention to which it has scquired title.
This Act ghall take effect six months after

"'the date of gnactment of thls Act.g.

SECTION 401. REPEAL OF EXISTING STATUTORY

EESEARCH AND DEVELOPMENT AUTHORIZATIONS

SECTION 402, EFFECTIVE DATE .
This section repeals varlous agency research
and development statutes which are Incon-

sistent with the provisions of this Act. .




