ANALYSIS OF H.R. 5715

THE UNIFORM FEDERAL RESEARCH AND DEVELOPMENT
UTILIZATION ACT OF 1979

The major provisions of H.R. 5715 are:
_TITLE I, Whlch contalns a. statement of flndlngs and purposes.

'?TITLE ‘II, ‘which prov;des an 1nst1tutlonal framework through
~the Office of Science and Technology. Policy and the- ‘Federal
"Ceordlnatlng Council. for Science, Engineering, - and Tech-
~-nology to assure unlform lmplementatlon ef the Act 8 pro-

‘-~v131ons. f;”_fdf:‘ O I TR SRS PR MA ;

TITLE III, Chapter l, whlch deals w1th the allocatlon of
“property rights in inventions resultlng from federally
sponsored research and development This Title: allows
“'grantees and contractors the rights: to retain’ title to
~inventions subject to various limitations and conditions.

TITLE IXI, . Chapter 2, which codifies the criteria of Execu-
T tive-Orxder 10096 lnltlally issued by President- Truman-
*:allocatlng ‘rights in inventions made by federal- employees
in"performance of off1c1al dutles, and .which also in= .
“cludes ‘authority for an incentive awards program ceverlng
“1nvent10ns made by such employees.

: TITLE IV, whlch prmvxdes all federal agencles authorlty to
- to-license federally owned inventions.. It also provides
“..the’ Department ‘of Commerce with certain additional:author-
. Ities, so that a centrallzed government 11cen51ng program '
“could be undertaken, although part1CLpat10n in- the Commerce
'%program 15 left to agency, discretion. R

:TITLE 7, which eontalns defln!tlons,’amendments and repealers
of existing statutes.

Wlth the exceptlon of Txtle III Chapter l, the bill: should not
prove gontroversial since most of its provisions embody precedents
and conclusions that have been to some degree uniformly agreed
upon. Since primary debate will center on Title III, Chapter 1,

a sectlon—by-sectlon ana1y51s of this part of the blll follows.

TITLE III CHAPTER l

Sectlon 311 pr0v1des for the use of a slngle patent rights =
“clause in all Federal contracts except 1n 1nstances 1den-
tified by regulations. R, , R :




Section 312 deals with reporting requirements and declaration
of intent in connection with patentable inventions developed
under federal contract. Under this section, the contractor
may elect to file a patent appllcatlon on . the;subject:in~.n%
ventlon.

..Section 313 (a): identifies those circumstances under which the
federal government will acquire title to inventions:devel-
... oped undersfederal contract: These inc¢lude cases in which
- .- the services 'of thé contractor are for the operatlon of a
. -government-owned iresearch or productlon facxllty, where the
~.acguisition of the title is necéssary because of. national
security; to assure the adeguate protection of publlc
health, safety or welfare; where the principal purpoge;
of-. the contract is to develop ‘or improve products, pro-
.cesses, or:methods which will be’ requlred for use by .govern-
ment: regulations; and in’ exceptlonal cases. where the: owner-
. ship of: the- 1nventlon is necessary for the accompllshment
.:0f the ageney's mission: ‘

..Ab) delineates thé rights of the government in’ cases Shh
which. the contractor elects to file a patent. appllcatlon.
“,;These include: the right' 'to a free’ 11cense to use. the:
invention; the:right to require perlod reports. on. the com=
omereial-utilization, or- planned utilization of. the inven-
tion; and the right to require the cornitractor to grant
a license to other appllcants if the agency determines. '
athat such llcen51ng is necessary. (1) to allev1ate a_ o

Q;meet requlrements for publlc Use’ Wthh are not reason-
-ably satified by-the contractor; (111) to prevent undue
,market concentration’ or the' vxolatlon of antltrust 1aws,
or (iv) because the‘contractor has not taken, or is not
expected to take steps to achleve practlcal appllcatlon of
~~~~~~ - the -dnvention. i e R

Section 314 provides that when section 313{(a) does not apply,
the contractor shall retain a defeasible title only to these::
- subject: 1nventlens on Wthh the contractor files a patent -
appl],catg_on,-; SRS N . . -

Sectlonv315 prev1des that the federal government may walve its:
_rights”to acquire title' to 'an invention (pursuant to sectlon
313) if the agency determines that the conditions: have-- - o
changed to no longer justify the retention of the t1t1

Section 316 provides ‘that each agency, for good | cause shown}y
by the Contractor, may extend the period. for exclusive -
rights provided in section 313(b}. =




Section 317 provides that any person adversly affected by an
agency determination may, within 60 days after the deter-
mination is issued, file a petition to the U.S. Court of
Claims.

Section 318 provides that contractors receiving title to
inventions developed under federal contract shall provide
payment to the government through royalties and/or revenues.
These payments may be waived at the time of contracting,
or at the request of the contractor where the agency deter-
mines: (1) the probable administrative costs are likely
to exceed the payment; or (2) the government's contribution
is insubstantial compared to the private investment; ox
(3) the contractor is a small business, educational in-
stitution, or a nonprofit organization; or (4} the total
government funding of the technology with the contractor
is less than $500,000; or (5) the payment would place the
‘contractor at a commercial disadvantage or stifle the
utilization of the technology; or (6) it is otherwise in
the best interests of the general public.







