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AMENDEENRT IN THE NATURE OF A SUBSTITUTE TDQ H.R. 5%33

offsrad by

{July 17, 18841 -

Strike out all after the enacting clause and. insert in
lieu thzresf ths following: | |
1 That this Act may De cited as the ‘‘Uniform Science and
2 Technology Research and Development Utillization Act*’,.
. 'TRBLE OF CONTENTS
TITLF I--POLICY"

Sa2¢c. 1£1. Findings.

TITLE II—-IMFLEHERTATIQH
S=2c. .221. Functisns 2f the Fade:al.Coordinatlng‘COUncil on

‘ Science, EBngineering, and Techhnology.
:S2C. 282. Eunctisns 2f the S=gretary of Comnerce.’
TITLE IEI--ALLOCATIsﬂ-OE-RIGHTS-=
Szc. 361. Rights 2f the Governma2nt: ang- tne cont—actgr.
Sec. 382. WHaiver. :
Sec, 3¢3. March-in rights. =
SEC- 3@”’. Baﬁkgg DUDd ”lghtbo
TITLE IV-*KI:CVLLAHLOUS

Sec. 4%1. Definitions
Sec. 4g2.:Amendments to other 2 cts., - =
SeCc. 4¢3, Relszilionsnip to aﬁtlufu r laws.

Sec. 484, Effective date.

3 S a.;'-=t‘ TITLE I--POLICY
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Findings

S2c,., 181. Thz Congress, recognizing the profound impact

of science and technology, finds 2nd daclares that--

(1) the Uanited States has cacently 2xperisnced a
decline in industrial innovatieon and productivity which

aiversely affects domestic productivity, the rate of

‘economic: growth, the level of smployment, the balance of

trade, ahd_the attainment of other national qoals; |

' (2) the national support cf sclentific and.

‘t2chnological research ' and development is indispensable

t> sustained growth and scononic stability, ancg it is in
the national interest to maximize the benefits to the
pibliz for such investmsnt;

(3) inventions resulting from Government-sponsored

research and development constitute 2 valuable natisnal o

teéource which-snould be'developéd in e manner -

consistent with the‘public interest'and the equities of

the respective parties; énd
(4) there is 2 need for The establishment and

inplzmentation of a flexiole quernment—wide'policy'to

_increase the utilization oﬁ‘the_fesults of

Govarament-sponsored ressarch z2ngd development, and this
policy should promote the prcgress of sclence and the

useful arts, esncourage the efficlent commercial .

utilization of technological cesvelopments and
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discoveries, guarantee the protection of the public. -
laterest in the Unlted States and foreignﬁcoun£ries, and -
recognize the eguities of the contracting parties..

TITLE II~--IMPLEMENTATION

.Functions of ‘the Federal Coordinating Council On.Science,

Enginezsring, and Tachnology

Sec. 281. (a)(¢1) The Federal Coordinating Council for

Sclence, Engineering, and Technology (established by section

44 of tne Natlioznal Sclience and -Tachnology Peolicy,

Oorganization, and Priorities Act of 1676 (42 T.S.C. 6651)

axd r2estabplishad by Exscutive Order 12839) (nersinafter in

this section referred to as:-the *'Council’’) shall make

recomnendations to the Directdr of the,Officgtcf Science and
Technology Pollcy (or his designee) and to the Secretary
with regard to uniform policies, guidelines, and practices
ta_ca:ry sut the provisions of this act. | |

(2) For the purpose of assuring effective-management of
Goverament-owned or funded inVentions,-tne Secfetary of -
Commerée shal; chair a committee of the Council to formulale
the-recommendations ceguired by this subsectisn. Such
committee shall also include but not be limited to
representatives of each Federal agency with a major research
and aa&elapment program. Bnz2n adoptzd by the Director any
such recommendations snall be;transmltted'to Tederal

ageacles through appropriate channsls, including thoss
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p:dvided in saction 282(s).

(5) In order to carry out the responsibilities set forth-

in subsection (8), the Council may-- .

(1) acquire data and repocts from Federal agencles

07 the interpretation and implsmentatlion of this act and

relatad policles, resgulations, and practices;

(2) review Federal agency:implemEntatiod of the

provisions of this pect;

(3) analyze, on a continuing basis, data acquired by
the Council;

-(u)uconsider problems and developments in the fields:

‘0of inventions, patents, and matters connected therewith -

and tnhe impact thersof on Government policy or uniform

acconmodation or implementation by Federal agencies;‘and

(5) publish annually & r=2paort on Council efforts,

- findings, and recommendations made under this section,

~which report shall include--

(R) relevant,statistical data fggarding the;-4 
disposition of subject invention disclosures
~resultliag from“Government~sponéorediresearchfahdi
development, including tnose:invehtions~disclosed'by.
snall ‘businesses and nqa;:afit.o:ganizations;'
(B) any recommendations for changes in law to
-better achievs the'pufpases of this ‘Act; and |

(C) ‘an anzalysis of r=cerzl policies related to



"LEFHSGE3

11

12

3.

14

15

16

17 -

18

29
21
22

23
24

25

thls act.
'=_Function5'of the Secretary of Commerce

Sec. 282. For the purpose of assuring the effective

managamant of Goverament-owasa lnventions, the Sacretary

may--

(1) assist Federal agsncy =sfforts to p:dmote the

licensing and utilization of Government-owned

iavantlons;

(2)-assist-sedetal agencies in seeking and

maintalning protection on inventions in foreign .

. countries, including the payment-of fees and costs

cannected thecewith;

-(3) consult with and advise Federal agencles as to

: areas,of-Science and -technology research andfdevel@pment r

with potential for commercial utilization; .-

(4) publish notification of all Government-owned

. Laveatlons that are available for -licensing or

assignment;
{5) evaluate inventions reiarred to him by Federal
agencies, and patent appllcations filed.thereon&gin

ocrder to identify those laventisns witn thes greatest

~commarclal potentlal and to insure promotion and

,utilizatibn by the public of inventions so identified;

and

_(5):initiateﬂrequlaticns;gnd,revisions'the:eqf which
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shall be promulgated by the.Di:ector of the Office of
¥anagement and'Budget'aftet-full consideration of.agency_
and public comments.

" TITLE III-~RLLOCATION OF érsﬂws

Rights of the Government zngd th2 Coatracter

 Sec. 321. (a) Subject to subsection (c) and to sesction

2ach contractor may elsct to retain title, ‘either.

8 worldwide or in such countries as it may choose, to any

.9  subj

2ot invantion. where not 'in violation of existing

19 treaties or laws Of the United States, a Federal agency may,

11 at .the time oi‘contracting;:limit*JC“éliminate tnis‘rignt,

12 place additional restrictions or conditions in the contract

13 that go beyond those set “forth in sUbsectiOanc); expand the

16-:-rign

15 DoDrC e

ts of the Gavernment to licenss or sublicense, ‘or alter

liminate thz contractor’s rignt under subsection (c)(7),

16 L1f--

17
18
19
29

21

22

24

25

(1) it is determined by ‘2 Sovernment authorlty which

is aithorized by statute or Exacutive order to conduct
‘forelgn intelligence or counzérintellidgence activities
£1at this is necegsary to protslt the sacurity of such

‘activities:

- (2) the contractsr is not located in the Tnited

" States or does not ‘have a plzcs of business’located in
the United States, is a forsiga government, or is

subject to the control of -z forsign government:
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{3) the . contract is related'to.dr_ass@ciated with an
intaraational treaty, agreem2nt, memarandwum of
understanding, or other arrangement. with @ foreign..
~gavearcnmant including (but not limited to¥ agreements.of
~cooperation in science and technology and military..
. agreements related to weapons development or production,
arxd it is détesmined by the agency that_zights in'thé
- Bovernment in any subject inventions.bey@md_the license -
right provided in subsection'(é)(B) are neressary- for
the agency to fulflll its obligations unﬁér_the
;iata:national treaty, agreemsnt, or-arcamgemsnt; or
- (4) the agency determines, on a case @y case basis, ..
‘that there are exceptional circumstances mequiring.such
acttion. |

(b) Each determination made by a Federal mgency under

‘Sunséctian (g) shall pe in writing and copnies of those made -

s

under subsection (a)(&¢) shall be filed with tihe Federal

coordinating council for Scisnce, Engineering, and

Téchnoiogy. In the case of a determination umder subsection

(2)(4), the statement shall;include_an;analbgis supDOrtihg

-the determination and justifying the limitations and

conditions being imposed. If the contractor mealieves that a
deteraination is contrary to the tsrms, policv, or
objectives ¢f this Act, or constituies an abuise of

discretiosn by the agdeacy, tnhne dstsrminatlon shall be subject
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to section 383(b). Whenever the birector of the 0ffice of

" Managazment and Budget has determinzd that one or more

Federal agencies are utilizing the authority of subsection

(a)(4) in a manner that is contrary to the terms, pollicy, or

6bjectiVes of this Act, he may pronulgate regulations under -

- section 20€2(6) which establish policiss, procedures,: and

guldelines describing classes of situztions in which

‘agencies may or may not utilize the provisions of subsection.

(2)(8). -
(c) In accordance with regulzations which shall be
pronulgatsed undar sectisn~282(6), 2ach contract -under which

the éonttactor may elect to retzin title to a subject

“inventioan shall include a patent rignts clause containing

such provisions as may be necessary and appropriate to

.effectuéte the f2l1lswing rights and‘:equitements:'

.. (1) The contractor shall disclose each subject
invention to the cecntracting Federal agency within“a-'
reasanable”tlme'afte;.it"is-made and'the.sovernment{maﬁ
‘reéeivest;tle to'ény subject. invention not disclosed’
within such reasonable time. | |
(2) Unless the Government has acqﬁiteé-the right to
: titlafij acsordance with subssction (a)-= .
o f(A) the contraétor shzll make a1writtenlelection.”
to retain title to thé subject inveation wlthin a

reasonable time after disclosure under paragraph - -
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-{(B} the Federal agency may consider and, with
the consent of the cantractor, grant requests for
cetention--of rights by the_inventor in any country

in-which-the contractor has not-elected title on

~- .such. terms and cpnditiohs as may be deemed

appropriate by the agency and.subjéct.to section'
383; _

(C)-a contractor electing to retain title'in any :
sountcy &2 a subject invention shall file a patent
appiication in the-elected country within a
=2asonable time; and-

(D) the sovernment may receive t;tle tc any
subject:invention ln any countrles in. which the
contractor or inventor fails to elect of has alected 
not to retaln title or has failed to file a patent
épplication in accorcdance with'this-paragraph}_

(3) With respect to any subject invention te Which a

cont-astor slects td retain title, the Government shall ;
have (in addition to any rights that have been taxen"

yldes subsectlon (a))--

“(A)Y 3 nonexclﬂsivé, nontransferable,

‘irrevocable, pald-up licenssz to practlce or have

practiced the subject'invention throughout: the uorld'

by or. on behalf of the Govarnment;
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19 |
(B) if provided 1n.the contract, such additional
"rights to 'sublicense any foreign govefnment or
“-international organization pursuant to any existing °
or future treaty or agresment; and
(C) the right to reguire the cantracter,

inventor, or assignee’to license another .person Lo

'*o:ac;icé'a supjact inventiosn on reasonable terms
if-- |
«(1)1sucn-llceaslng'iSlnecessacy to permit
-lawful commercial manufacture, use, or sale by a
"third party of a specified end item 2f a major,
multiyear research and'déVelopment’ptoject and
. such supject_inventionPWas made guring'tesearch
" -and development activities directly related to
that project; |
(ii) z2 slmilarc product or process is not
commarcially available as a reasonable
~supstitute for tne licansing;‘and-
" (11i) -such riéht is specified in the
'caﬁt:act.
{(4) The Federal agency shall require, in accordance
with regulations which shall te promulgated under
séction1292(5), at least cne written report during the

first 3 years following receipt of title by a contractor -

2- inventsr and %ay regulre other written reports on the
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efforts to obtain commercial utilization made by the

contractor, invantor, licensez, or assignse with respect .

to any subiject invention to whiczh the contractoer elects
titls pursuant to tals sesction, except that any Such

rezport, as well as any information on utilization or

efforts toward obtaining utilizaticn obtained as part of

a-proceeding-under-section 323, shall be treatedgby the

agency as a- trade secret -or as commercial or. £inancial

iaformation obtained from a parson..and orivileged or

confidential and not subject -to disclosure under section

-552 2f titles 5, UOnited States Code.

- (5) The contractor or inventer,.in the event.a

United States patent application -is filesd by it.or on

;its-béhalf-or_by any assignee, shall include within the.
specification_of suchhapplication 2nd any patent issuineg-
‘taer=on a statenent specifying that the invention was

- made with Government support and that the-covernment-haé

cartain rights in-the inventiosn.

(8) The_balance of any royvalties or income earned on

“subject inventions by the contractor operating a. .

Govarnment-ounaed, contractor-opecated*facility'up to &
total equal to 5 percent of that facility’s annual

bidgat (if the invention was maze ‘in the facillity)

-shall, after payment of patenting costs, 1icensinq'

~gists, . and other expensss (lncluding payments to -
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inventors), be used by such contractor for scientific

‘research and developmeht consistent with the misSioa,and"
”ooje:tives of such facility with priority given to
~activities that increase the licensing'p@tential'of
other inventions of the facility, with amy such
'srayalties or income in excess of 5 percent of the
facillity s budget returasd to the Treasury; and to tﬂe
'JJ}extent-practical the “licensing of-the'idventions_. |

_involved shall be administer=d bv C6atractac employees

~on location at the facillty.

(7) The contractor, -in cases when it has the choice

~undec subsection (a) to retain title to a subject

Invention but doeS'nct elect ‘Lo retain title; may-retéin

‘a. nonexclusive, royalty-frese, paid-up, warluwide license .

f(including the right to sublicense affilfiates,

Ub:ldlafie:, and existxng l;ue1sees to whom the

. contractor 1s legally oblicated to sublicense) in any

subject invention to which the'Governmemt obtaihs titlé;f

 .¢11“w licen se shall pe limited. or revocaple only to the

'extent_necessary for the Government .to grant an .-

axclusive license;. except that the cahtzactor shall not

be entitled to such a license if the comtractor has

_fraudulently'failed to disclose the subject invention.

{8) & transfer by thE”contractorfofarights in.any

- subject invention: shall be subject to the rights of the -
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- Government provided by tihis section and sections 382,
363, and 3484, ‘
(9) The clause nay imposz any other administrative
raquicrements which may be necessary to éffectuateftights
- of the Government and the contractor as specified in
this Act, to the extent not inconsistent with this Act.
Waiver |
S=c. 382.-(3) In accordance with-regulatiosns which shall
be promulgated under section”zez(s),'a'Féderaliagency may,
at any time, walve 3ll or aay part of the rignts 5f the
Government Qndeb'Sections 31 and 3232 in any subject

invention or tTlass oi subject inventlions whicn are or may be

made undaer 3 contract of the agency if the agency determines =~

that the interests of the Government and the ‘general public
will oe p2st servad thereby; incluﬁing-but‘not limited to |
instances where-- | |
- (1) the contract invalves cbsbonSOEed, gost-SHared,
-o:‘joint’vénture:research7or davelopment and the
cbht:ﬁCtar 2r cther sponsor of joint venturer is o
required'to-maKE‘a‘Substantial contribution of funds, )
facilities, persdnnel, datsa, Dr_equipnent'to the wock
performed und<erc the contraqt, or
(2) the conditions justifying achisition‘of t1tle-
by ths Governnent under séction 3f1(&) no longer exist

- or do not apply in the case of the subjeét-inventioan
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1 | fo) Tae Fedsral agency shall mzintaln 3z record, wnich
2 shall be made public and pericdically updated,'of
3 datsrwrinations nade under subsection (a).
4o -; (c) In making determinétians under subsection“(a);-the_'

5 agéncy shall consider at least the'followingsobjectiVEs:

& .: - (k) Encauraging the wide availability to the public
7 - of the benefits of Government-sponscred research and'
'8 - davelopment in the shortast pcacticaple time.
9 . | = (B) Promotibg the‘commercial-utilizétion.of
12 inventions made under Govarnmsnt funﬁing~agreements.
11 ;-(C) Encauraging participetion by highly gualified
12 .- - . private persons in Governmen:—sponsoredaresearch_and; 
13 - .wdavelaﬁment programs.
u ;;_-~~._~(bJrFostering competition and preventinglthe'
15 . - cceatlion or maintenance.af sityations inconslstent_gith
16 : the antitrust laws.
17 - .- (4) Waen an agency walves .all or part 5f~its rights in;

18 an invanﬁion.under~section Bzﬁca)(z),'thejcanttactor shéll'
19 Dbe perﬁitted:to-take title subject.to th1s<section1and-; |
20 section5;331(c>}_3@;,;and_3gqlbf tnis act. S
21 ¥arch-In Rights and Notification of Avallability for f

";22 _ ' .. Licsnsiaz | | |
23 _'Se¢,73@3.-(a) yhere. a contractor or inventor has elécted
24 t> rataln title to 2 subject inventionwdndec,section 3¢1 or

25 382, the .Federal agency shall have the right, in. accordance
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with regulations which-shall be promulgated under section
262(6), aand subject to the provisions of subsectioﬁ (b), to =
require the contractor or hls assignee or the inventor or
hls assignes to grant a nonexclusive, partially exclusive,
or exclusive license to a responsible applicant'or
applicants, upon terms rceasonable under the circumstances,
if the head of the agency (or his designee) determines that
such action 1ls necessary-- | . | |

(1) because the contractor, invebtor,'assignée,_or
.licehsee has not taken, or is not expected to take
within a reasonaple time, effactive steps to acnieve £he
practical application of the subject invention;'-"'.

(2) to alleyiate serious hezalth or safety needs
which are not=réasonably Satisfiedfby-thé'cohtradtor;
inventor, assignee or licensee; or .- |

(3) to meet reguirem=nts for public use specifiied by’

‘Federa;'regulation which are not resasonably satisfied by
“tag -zdntractor, inventor, assignee or licensee.
{b)(1) & determination made pursuant tO'thls-sectioS or.
saction 351(5)(1) shall-not pe subjact to the édnttact*
Disputes Act (41 U.S.C. 681 et seg.). |
(2) An adninistrative appeals procedure shall be
established by regulations promulgatsd under section 282(6).°
(3) Any contractor, inventor, assignee, or exclusive

licsnsez zdverssly affected oy a determination under this
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section may, at any time within sixty dayé“after,the
~deternination is issued-- | | -
(2) file an appeal under the appeals procedure;_
- 2staolisheza pursuant.tb paragrzph (2), or
(8) file 2 petition in the United -States Claims
 c>urt which shall have jurisdiction'to détermine_the‘r
mattarc de ndvo,and to affirm, teverse,‘or-modify as
asprooriate, the determination of theuF,deral-agency. 

(4) In cases.described.in-paragraphs (11Iand (3% df
subsection (a), the agency’s deteraination shall be held in
-abeyance peﬁding,the:exnaustion of any appeal described In
paragraph (3).

(2)(1) Kininum standards for tne.commercializatian of.
Jinventions by-cantractoré and inveatots1shallfbe'establlshed,
by-re;ulétlons'prsmulgated-under sactlion 222(6). . |
| (2) If the head of an agency (or his-designee);?
determines, -on the basls of informztion contained in the
ceﬁart fequi:ed to pe filed witn thz agency by a.contractor
or 1nvént§r'under séction_361(c)(u1,;tyat_sdch.cont:act5r or
iaventor nas failed to meet the minimum.staddards_prescriped
pursuant to paragraph (1), such &gsncy head‘(of;jesignee)-
shall refer intecested partias to tas patent nolder of such f:
invention thtéugh the licensing p;ogrém of'such:agency-dc_
the ¥atlional Technology-Informatien Service.

- -Background Xighis - -
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Sec. 3P4. {a) Nothing contained in this Act shall be

constru=2d t2 deprive the owner of any background patent of

“such rights as thes owner may have under sucsh patent.

(D) Ko ¢contract shall contailn a provisiosn allowing a

‘Fedaral agency to reguire thes licensing to third parties of

invent ions 2wned by the contractor that are not sunject'
inventions unless such provision has -been approved, and a
written justification has been signed, by:the head of the
agency (or his designee). Any such provision shall clesarly

state whether the licensing may be ragquired in connection

“wiltn ths practice of a subject ilnvention, a specifically

identified work object, or both. The head of the agency may

not delegate the authority to approve such_p:bvisions or to
'sign the justification required for sﬁch'ptovisibns to a

program level lower than Assistant Secretary in the case of

a D2partnant or Assistant Administrator or'comparable 
official In the case of any other agency.:

(c) A-FedebaI-agency shall not reaguire the licensing of
third parties under any such provision unless the head gf'
the agency (or-his program officer deéignee7whorholdslas'a_
minimum the rank of Assistant Secretary, Assistant
Administrator, or its equivalent) determines that the use cff-
tae iavention by others is n=2cessary for -the practice of &
subject invention or for uss of & work cbiject of the

contract and that such action ‘is neacessary to achieve the
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1 practical application of the‘subject 1nvention or WOrR
2 object. Any such determination shall be,oh'tme racbrd after
3 an opportunity for 2n agency hearlng-in which the contractor -
4 has the right to participate and the contractor shall be .
5 .given prompt notification of the datermination by certified

6 or registered mail. .

7T . TITLE IV--MISCELLANEQUS . -

o .;r SR ' e _Definitions 

9 - - s2c. 48%. As ‘used in this Act (other tham in section
18 ﬂaz)?; |

11 . _;:{1).tne-tarm»“persan'f;saans any -person -as defined
12 -in=sect10n 1,of“title 1, United States Code;. . .

13 . {2) the tzrm ‘‘covernnent’’ means the Government of
14 - the United States. of America; ' - |
15 o= (3) the taram “Federal agency’’ neans an Executive
16 ~agency (as defined in -section 185 . of title 5, ﬁnited'_
17 . States Code), ahd the military departments (zs definedl
18 - 11 s=ction 142 of title 5, United States Tode): |
'19_ . i (4) the. term *“small -business firmff means a-sm$ll-
23 : ,Dusinéss-cdncecn-as'defined in section-é of the sSmall-
21 _. Business Act (15 .U.S.C, 632) -and implementing |

22. . .ragulations of the Administratgr_of the_Small 2usiness
23 . _ administration; and . | .
24 {(5) the tetm,“honprofit organization'f,means-a_

25 ,s‘univa:sityJQQ-otner:institutian of higher education‘o:
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an organization of the type.described in section
581(c)(3) of the Internal Revenue Code of 1954 and:
exempt from taxation under section 531(a) of such Code,
or any nonprofit, sclentific, or educational |

organtzation qualified under a State nonprofit

“arganization statute;

(6) the term *“contracti’’ means any'cdntraat,-grént,
or.cOODEEative agreement Eﬁtetéd“into between5a Federal .
ajenzy (othar than the Tannessez Vallev Authocitv) and
any pesrson other than a small business firm or nonprofit
osganizétion where 3 purposa'af the contract is the

condiuct ‘of experimental, developmental, or research

“work; and such term includes any assignment, -

substitution of parties, or subcontract of any tier
entered into or executed for the cenduct of
exparimental, aevelopmental, or research work in
connecpidn with the performance of that cont:&ct;“but

d>es aot mean any agreement or arrangemsnt entered into

 petween a private entity and the operator of a

govarament-dwned contractor-operated faéility;

(7) the tern *tcentractor’’ means any person or
entity (dther than a Federal agsacy, acaprofit
o:éahization, or small business firm) which is a party
to 2 contract; |

(8) the term *‘Secretary’’ means the Secretary of
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Commerce;

(9) the term *‘Director’” zeans the Director of the

Office of Scilence and Technoliogy Policy, or his -

dzsignes;
(13) the term *‘invention’®’ means any invemtion or -

dlscovery which is or may be patentable or otherwise

protectable under title 35, United States Code, or aﬁy

-aovel variety of plant which is or may be_protectable:

under the Plant Variety Protection Act (7 U.S.C. 2321 et

- 323.) 5

(11) the term *‘subiject. invention’” means any

-invention of a contractoc conceived or first actually

-ra2duzed to practice in.the performance of work under a

contract, excert that 1in the case of 3 sexually -
propagated variety of plant Ths date of dete:xinatisn.
(as defined in section 41(d) of the Plant Variety-
Protestion ACt (7 U.S.C. 24£1(2))) must also ocour |
during the period bf_contract performanée;

a (12)-;he-term Yﬁpracticalnipplicatioh":with;respect,-
t> any inveﬁtion.neans-tha nanufactu:emilnutne.case_6f'ah;
camposition'or;produét),'practice (in‘thefcaSe of a .

or method), or operazisn (in the case of a

DIOCTES

V]

<

~d

b

santion under such

!

W

rt

conditions as to establish - the inventlon is peing

- utilized and that its benefiis are, to the extent
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permitted by law or Government regulations, avallable to
tna public on reasonables terms >r through reasonable
licensing arrangements; '
(13) thz term “‘antitrust iaw’‘ means the laws
acluded within the definition of the tzrm *‘*antitrust
1aws’’ in sectidn 1 of the Clayton Act (15 U.S.C. 12),

as amended:

(14) the term °“background patent”’ means a domestic

‘patent covering an invention ar a1discovery'(A)_which is

not 2 subject invention, (B) which is owned or

-contcolled by -the .contractor at any time through
-completion of the contract, and (C) which ‘the contractor.
~but not the Government has the cight to license to

-~-0thers -without obligation to pay rovalties thereon;

(15).the~term_“United-states" includes the

‘tarritories, possessions, and the District of Columbia;

{(16) the term “‘inventor’’ with regard to a Subject

“inventis>n means a p2rson who iz listed as an inventor on: -

‘the patent for said invention issued by the United

States Patent angd Trademark Office:_and‘-w
(17) the term *‘Government-owned, contractor-

operated facility“’ includes =211 federally funded-

-ras2arch and development centers.

Amendments To COther Acts

S2c., 482. The following Acts ars herepy amended as
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follouws:

(1) s=2ction 265(a) of thz act of August 14, 1946

(7 U.S.C. 1624(a); 64 Stat. 1296} is amended by striking:

out -the last sentence. - -

a3 ]

- (2) sectlon 5¢1(c) of the rFederal Coa2l Hine Health

"~ and Safety Act of 1969 (34 U.S.C. 951(c): 83 Stat. 742)

is amended by striking out the last sentence.

-(3).Section'166(c§-of the ¥Yational Traffic and'Hotor-

Vehicle safsty Act of 1966 (15.0.S.C.-1395(c); 82 Stat.

721) is repealed.’ -

=-(u) Section 12(a) of the Xational Science.Foundation
Act of 1956 (42 U.S.C. 1871(a); 82 Stat. 369) is
repealed. _ | | ‘ |

(5) Sectlon 152-0f the=atanic'Energyixctiof*19su:(42-

U.S.C. 21R2; 68 Stat, 943) is repealed; except that such

" 'szction shall continue to be effective with respect to
(A1) any applicatien for a patent in which:the statement

~.'under oath-'referred:to in such section has been filed or

:aﬁueated-to'be*filed'oy the Commlssisner of Patents and

Trademarks prior to the effective”datefbf this act, and

' (B) any rignt ratained by the government.under secticns

371(a)(s) and (5) of this Act.

'(6) The ¥ational Aeronautics and Space Act of 1958

(42 U.S.C. 2451 2t seg.; 72 3StzC, 426) is amended--

~(h)-by.striking out section 385 {42 U.S.C.
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-1 .1 2u4587); sxcept tnat subssctions (c), (3), and (e) of

2 such section shall continue to be effectivé with

3 ‘-respect to any application for patents in which tnel

4 ~ Written statement referred to in subsection (c)-ofw

5 '.  : such section has been filed or reduested;;d pe filed

6 . DY -the Commissioner of Pztents and Trademarks prior -

7 _ te the effective date of this ict:;

3 (8) by striking out “*(ss defined by section

9 3¢65)“’ in section 386(a) (82 U.S. C..zasa(ai)'and bY
19 -~ -striking sut ““the Inventlons - and C:ntrloutions
11 R Boafd, astabllished under section 385 5f this Act'f'

12 in such section and iassrcting in liﬁu:thefeof:‘! n -
13 S Inventlion aad contributicons Roard Jhl”h shall be

14 o established by the ARdministrator within the-

15 ¢+ 5. . . Administration’®’;

16 . - (€)Y by -adding at the end of'sectioﬁ 2@3(0)-(ﬂ2

17 Lo 'U;s-c. 2473(c)) the - following new paragraph:‘
18 .- *“(13) to provide effective contractual provisions
19 ‘f%fét the prompt and effective rsporting affthe-resulisfof-j
26 ‘tne activifies_of tne Aadministration, ‘including full and™
21 complete technical reporting of any invention, | |
22~ discovery, laprovemant, or knnsvatlion which may be made
23 iﬁ'the performance of any work under any contract of the
24 Administfation,'whether‘ab-not patentable under title

25 - 35, United States Code,’’;
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(D) by adding at the end of section 243 (42
U.S.C. 2473) the following new-subSection;
% (d) For the purposes of-éhapter f?-of_title.as. United

States Code, the Administration shzll be considered a

| defense agency .of the United States. *’; -and

~(E) by =aadlng-at the =nd of -title III the
following new section: - | -
-~ **pgse-of Patanted Inventions
| **Sec. 311.. (a) Any object lntendedsfo: launch,

launched, or asselbled in out2r spzcs2 shall bz considerz2d a

~yehicle far purpose of section 272 of title 35, United

‘States Code (35 U.S.C. 272)."

**(b) The use or manufacture of any patented invention

incorporated in a space vehicle launched by the United

States government for a person othasr  tnan the United States

shall not be considered to be a use or manufacture by or for
tae Ualtzd Statss witnin the mneaning of section 1438(2) of
title 28, United States Code (28 U.3.C. 1498(a)), unless the

Administration gives an express autnorization or. ccnsent for.

- suca 1s2 or manufacture.’’.-

(7) -Section 6 of .the aAct-cif July.T,-196ﬁ (3E'U.S.C..

' §56; 74 Stat. 337) 1s amznded oy striking out the first :'
sahtence. | : |
-(8) Section 4 of ths Hellium act amsndments of 19649

- (58 U.S5.C. 167b; 74 Stat. 926).1s:amended by striking
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- out all after ‘‘utilization”” and -inserting in lieu.
thereof a period. _
. (8) Section 32 of the iras Control and Disarmamént
ASt (22 U.S.C. 2572; 75 Stat. 634) is repealed, .

. (1€) Section 3g2(e) of the Appalachian Regional
Davalopnent Act 0f 1965 (49~U.S.C..RDD. 322¢2); 79 Stat.'
5) is repealed. - | | | |

(11)(1) Section 9 of ths Federal_ﬂonnuqlear Energy
-Research and Development Act of 1974 (42 U.S.C. 5998; 88
Stat. 1887) 1s amended to read as follows: . |
“*Sec. 9. The Administration shall be considered a

defense agency of the United States for purposes of chapter
17-0f title 35, United States Code,””’
(B) The heading for such section=9¢is“aménded to

- r2ad as followus:

M*Adnministratlion Treated as Defense Anency for Purposes of

Secrecy of Invzntions’”’.

- (12) Section 5(d) of the Consume:-?roduct-Saféty Act4}
(15 U.S.C. 2854(d); B8 Stat. 1311)_is_repealed. i |

(13) Section 3 of the Act of April 5, 1944 (37
U.S.C. 323; 58 Stat. 191) is repealad. |

(14)(2) sectisn 8831(cy(2) 2f the <2l1lid Easte
pisposal Ret (42 U.S.C. 6981(c)(3); 97 Stat. 2829) 1s
_:apaalgd;_ ' | '

<. (B)-Section 8384(c)(2) o such Act is amended by
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26
1 ‘stri{ing out ‘‘*notwithstanding sectibn'6931(c)(3) of
2 this title’s. R
3 T 1) chaptec'18 of title 35, United'étates code, s
4 . amended-- - - A o
5 | % (RA) by inserting **, put does ndot mean any-
6 - agreement or arrangement entered into between a
7 o p:ivate-entity persosn anc the Operator.of_aﬁ
g o Government-owned, contractor-operated facility”’
9 immediately before the perisa at the 2nd of section
15 281(b); | R | |
11 N ‘(B)-by inserting ‘‘or any.novel*variety-@f plant
12 -'WJicﬁ'is or m3y be protactzble Ubderxthe Plant -
R 13 ~ Variety Protection act'(T‘U.S.C.«zszjketfséq-)"
14 ©+  lnmealately aftsr ‘‘title”” in section 261(d);
15 - ~ (C) by inserting ', except that in the case cf -
716' 5-:“‘~ 'a sexually propzgated variety of plant, the date of
| 17 : determination (as defined in section 41(d) of the.
.18'?" . 'Plant'VarietY'Prqtection Act f7~U,S.C.:2uﬁ1(d)))
19 _A-muSt’glso*occur during tne period of contract
20 ' performénce" immediately zfter *‘agreement’” in‘
21 | section 281(e);
22 © 7 (D) in section 2p2(a)--
.23 I }i)‘oy amending :lEUSe'(i)-ta read_as. 
 '2u . follows: *7(1) when the contractor Is not-

25 .v o located in the-United States or does not have &
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.place of business locatéd in the Unitesztates.
or is subiject to the control of a-foreign‘
- government’’; and

(ii) by striking “or,(iii}" and “inserting

in lieu thereof the Iollowing: ;‘, (111) when .

the fundihg-agreemént is related to 6r'

-assoclated with an lnternatianal-tceaty,;,n_ﬁl:
-agreement, memorandum offunderstanding, or other

. arrangement ®With a foraign government including

(pbut not limited to) agreements oi cooperation
-in;science and technelogy or militéry agreements

_relating to weapons davelopment or production,

and it is determined by the agency that rights

in the Government gréaterithan amnoné2cluélve

licsnse are necessary Io2r the agency'to fulfill

its obligations under the International treaty,
agresmant, nemorandum cf.ﬁnderstanding,-or other -

arrangement, or (iv)“**; |
~{E) by adding at the end ci section 202(d) éhe
folldwihg-new paragraphs:

- “(&) If the cOntractor.(other-ﬁhan a grantee or a party
£D> a zooperative ag:eement).oelieves that a determlinatlon lsﬁl

contraty'to the policies and objectives of this cheptesr or

canstitutes an abuse of dis::étiza"oy the agency, the

deternination shall be subject to section 283(d). .
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**(5) wWhepevar the Director of the office of Management

and Budget has determined that one or moré Federal agencies

are utilizing the authority of s=cflon 282(a)(iil) in a
manner that is contrary to the policies and obijectlives of

_this chapter, he may promulgate regulations under section

276 wni:aAestablishlpolicies,‘ptocedures, and guldelines

describing classes of situations in which agencles may not

-exerclss the authorities of that ssction.’’;

(F)Y(i)Y by amending pzracraphs (1), (2), and (3)
"~ of sectlion 2232(c) to reac a3 follows:

**(1) A requirement that the contractor disclosa

'each subiject invention to the contracting Federal agency

~within a reasonable time after-1t-become$°known_to
'cﬁntractor*peréonnel :ésponsible‘forﬂthe-administratioh'
_5f;pétent“matt6:s.and that tas Federal-covernmehf may |
'=beceiveftit1e‘to any subject invention not disﬁiosed to
it within such time. B

**(2) A requirement that the contractor make a .

written elthion_within-z years after disclosure to the R

Federal agency (or such additional tlme as may be
apnproved by the Federal agency)‘whether the contraétor
'_wrll cetain title to a sup “t Iavention, exceot +hat
'(Ajiin any case where publicat~on,~on'sala, or public
- use nas initiatsd the oneiyeal statut ory period in whlch

valid patent protection cqn st_ll be obtained in the
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United sStates, the-period for election may be shortened

by tns Federal agency to a date that is not mofe thah_65 
days'ptibr'to the 'end of the statutory period, and (E)
the Faderal Goveramant ﬁay.re:eive title-to any subject
1avention in which the contractor does not elect to
retalin rights or fails to elect rights within such time.
" **(3) A requirement that a contractar -electing

rights in a éubject invention agrees:-to file a patent
applization prior to any statutory bar date that may

opoccur under this title due to publication, on sale, or

'pabli:-dse, and shall thereafiter file corresponding

patent applications in other countries ipn which it

‘"wishes to retain title within Leasonable times, and that

Tthe Faderal Government may raceive title to any subwec+:~

inventions in the United ‘States or other countries in

waizcy tne contractor has aot filedﬂpateﬁt applications

on the{subject invention wittiin such times.’’:
- (11) by amending'paragcaph {4)“of'éection 282(c)
by inserting “(ﬁ}"-aftet““(u)"; and by addigg at
the énd thereof the following new sbbparégraph:
**(B) the rigat to rejuire the contractor, inventor
or assignee to llicense another be:sonTto practice a
subjsct invantlsn on reasonaple terms 1f—
(i) such licensing is n necessary to permit

- lawful commercizal manufacture, use or sale by a
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~third party of a specified end item of a major,

--multiyear resezrCch and development project and such .

subject inventlon was made durlng research and
developmenf activities dirsectly funded under that
project; |

S *Y(ii) a simllar product or .process is not
:3mmerciall§ availaple as = reasonable substitute
for the licensing; and | |

*“(1ii) such right is specified ia the .

_contract.’’;

- +-(G) oy striking out “*may’’ in sectlion 282(c)(5)

‘and . inserting in lieu theresf ‘‘as well as any

information o2n utilization or efforts at:obtalning

‘utilization obtailned as part of a proceeding under

'fsectioh 293 of this chapter shall’’;

(1) by amending paragraph (7) of section 282(c)

to read as follows:

S**(7) In tha case of a nonprofit organization--.

~**(R) a requirement That the contractor share.

- royaltiss witn the laventsrs, and

**(B) a requirement that the balance of any

rovalties or income earnz2d by the contracteor with

respect to subject inventions, after'payments‘of'

~expenses (including paymants ic inventors)

incldental to the administration of subject
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inventions, be-utilized for ihe support. of
szientific research or education.”’’; »
- (I) by adding the following new subsection at
~the end of section 252: .
“Cg)(1) A Federal agency may at any time waive all or

any part of the rights of the Unitsd States, under sections

262, 283, and 264 of this chapter, to any subject inventions

made under a funding agreement or class of- funding -
agreenents 1f the agency determines that the interests of

the United States and the general pukbllic will be best served

- theredy ilacluding, but not limited to, instances where--

**(a2) the funding agreement involves cosponsored,
_cast shared, or Jjoint venture research or development
and the contractor or other-sponsor or'joint'venﬁurer is
regquired to make or has made a substantial contribution
of funds, facilities, personnel, data, br.equiﬁment to
the work performed under the funding agreement, orC.
‘(B> thQJCOndit;ons'justifying acquisitidn of title
byfthe Governmant under secilion 2¢2(a) no longer.exist
5=~ 45 not épply in the case 5f the subjact inveniidn;
The agency shall maintaih a record, which shall be made
piblic and pecisdically upaatza, 9f determinations maade .
QOder'fhis paragraph.
**(2) In making determinations-under paragraph (1)(a) of

this subsaction, ths agency shall consider-at least the.
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.following objectives:
| **(a) Encouraging the wide availability té the
public of the benefits of Government-sponsored research
axd dsvelopnesnt in the shortest practicable time.
~**(B) Promoting the commercial utilization of .

iaventions nade undar Govarazznt funding agresments. -

**(C) Encouraging participaticn by highly qualifled'

private persons in Goveranent-sponsorad research ang. -
dayvelopment programs.

**(D) Fostering competltion and preventing the

creation or malintesnance of situations inconsistent with

- the:antitrust lavs,’";
(J) by adding at the end of sectian'293 the
.wfollowing new sentences: | |
_“A.datermination.ﬁu:suant.to this sectiosn or section

262(b) (1) shall not be subject:-to the'COntracttDisﬁutes Act

(41 U.S.C. 681 et seq.). AR administrative appeals procedure

" snall be =stablished by regulations promulgated by the

0ffice of Fedsral Procurement Polizy in accordance with
ssction 2#6. Any contractor, lavaator, assiznze, or

exclusive licensee adversely aif=cted by 2 determination

undzr this sectian may, at any tise withinisixty days after

the détermination is issued, file =zn zppezl under the
appeals procedurs established‘pu:suant to the preceding

sentence or file a petiticon in tne Onited States Claims
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Court, which shall have Jurisdiction to determine the matter

dz novo and to afficm, reverse, or modlfy as appropriate,

 the determination of the Federal agency. In cases described
in pacagraphs (a) aad (), tnhne agancy“s . detecrination shall

_be held in abeyance pending the exhaustion of zppeals under -

the preceding ssntence.”’;
Ky by adding at the end of" Lhe chapter the"
following new sections: |
**$212. Asslgnment of title or rights
**Upon a determination that to do so- is im the best

interests of the Government, an a2gency may.assign title or

. othzr rcignts to an ‘invention to a pzrson where sSuch title or: :

rights are held by the Government under such terms.and

conditisns as will encourage the domestic comserclal use of

such tedhnology.

**$213. Disposition of rights in educational awards
**No scholarship, fellowship, training grant, or- ather
funding agreement made by-a Federal agency primarily to.an
awardee for edUcatiOnal*purposeslwill contain»any‘proviéion
glving tne'Fedéral-agency'anyiri;hts*to_invéntions made by
the awardee.,’’; | | :
(L) by adding at the =nd of thé.table of:

‘sections for the chapter the follow ing new items:

“** 2412, BAssignineat . of title .ar ;lsﬁt;.

ff213. Dispositlon of rights in ucational awarﬂs. and
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(¥) by amending section 286 to read as follows:

2 **$§2¢5,., OUniform clauses and regulations

4 and

“*r*raz Ss2cretary of cCcommarce may initiate the regulations

revisions thereto and standard funding,agreement

'_'5 .bcovisisas,‘required to implement sections zgzwthrougn:zau,

6 to be promulgated by the Director of the Office of -

7 Manag:smant and Budget after full coasidezation of ageacy'and

8 publiz comment.’’.
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(16) Sectlion 6(e) of the Stavenson-Wydler Technology:

-Tanavation Act of 1988 (15 U.5.C. 3725{(e}; :94 Stat.

2313) ‘is repealed.
(17) sSectlon-18(a) of the ict of “June 29, 1935

(7 U.S.C. 4271(a)) is amended by-strikinc-out the .last

- sa2ntance.,

'(18) Section 427(b) of the Federal ¥Mine Safety and

H2alth Act 2f 1977 (306 U.S.C. 937(b)) is amended by.'

~..striking out the last sentence.

. (19) section 3g6(d) of tn= surface ¥ining control

~and Reclamation ARct of-1977 (32 .U.85.C. 1226(4d}) is

_amended by striking out the first two sentences. -

(2¢) seztlon 21(d) o2f th= Pa2deral Fire Prevention
and Control Act of 1978 (15 T.3.C. 2218(d)) is repealed,.
(21) Section 6(b) of the Solar Photovdltaic Energy

Research, Desvelopment, and Demgnsiration-Act of 1978 (42

| U.S.C.'5585(b)) is amended by inserting “‘as amended”
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after *‘this title’’, |
(22) section 12 of ths Xzative Latek
'Commercializatioh and Economic Developmeﬁt Act'of.1978.
(7 U.S.C. 1783) 1s repeals=d. | o
(23) Section 482 of the ¥Water Research and.
Development Act of 1978 (42 U.5.C. 7879) is repealed.
Relationshlp to antitrust Laws _ '
Sec. 4g3. Nothing in this ActT shall be deeﬁed to convey
ta'ahy pe:SDh innunity'from-:ivil'as crijinal'lianility; or
to create any defense to actions, under ény'antitrust law,.
| Effectiva rate | |
Sec. #%4. (a) This Act shall tzke effect3sik months
after the date of the epactment of this Act. . |

(0) After the effective date =f this Act, each Federal

agency may allow a contractor or zn inventor to retain title

t2> any suoject inventions made undar contracts awarded-prior'

ts.the sffective date of this Act, subject to.the same terms

~and conditions as those which would apply under this Act had

tae c:ht:act'been'ente:ed.into after;the-effectLVe date of

this ict.






