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[July 17, 1984 J

Strike cut all after the enacting clause and insert in

lieu theraJf the following:

1 That thi s Act may De cited as the .. Uniform Science and

2 Technology ReseaC"ch and Development Utilization r.ct ...
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Findings

Sec. 1.1. ~he Cong~ess. ~ecognlzing the p~ofound impact

scienca and technology. finds 3nd declares that--

(1) the united States has recently expe~ienced a

decline in indust~ial innovation and productivity Which

ajversely affects domesti= pcoductivity, the rate of

econo~ic g~owth, the level of employment, the balance of

trade, and the attainment of other national goals;

(2) the national support of scientific and

technological ~esea~ch and development is indispensable

to sustained growth and e=ononi= staoility, and it is in

the nationalinte~est to maximize the benefits to the

pJbli: for such investment;

(3) inventions ~esulting from Gove~nment-sponsored

~esearch and development constitute a valuable national

resource which should be developed in a manne~

consis~ent With the public interest and the equities of

the respective parties; and

(4) there is a need for ~he establishment and

inple,nentation of a flexiole r;overnment-wide polIcy to

increase the utilization of the ~esults of

Government-sponsored researco ana developnent, and this

policy should prom?te theprcgress of ~cience and the

useful acts, encou~age the efficient commercial

utilization of technological Gevelopments and
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1 discoveries, guarantee the protection of the public

2 i:1tecest in the United States and forei;ln .countries, and

3 recognize the equities of the contracting parties.

4 TITLE II~-IMPLEMENTATIQN

5 Functions of the Federal Coordinating Council on Science,

6 En;!ineer in;!, and Technology

7 Sec. 2fl1. (a)(1) The Federal coordinating Council for

8 science, Engineering, and Technology (established by section

9 401 of tne!iatio:1al Science and Technology Policy,

10 ocganization, ~nd Priorities Act of 1976 (42 TI.S.C. 6651)

11 a:1dceestablished by Executive Ocdec 12fl39) (neceinaftec in

12 this section cefecred to as the "Council") shall make

13 recommendations. to the Dicectoc of theOffi:::eof scien:::e and

14" T.echnology policy (or his designee) and to the Secretary

15 .with regard to uniform policies, guidelines, and practices

16 to ca::ry· out the provisions of this Act.

17 (2) FOI;" the purpose of assucing effective ·management of

18 GoveC:1ment-owned or funded inventions, the secretary of·

19 Commecce shall chair a committee of the Council to formUlate

20 the recommendations cequired by this subsection. Such

21 committee shall also include but not be limited to

22 cepresentatives of each Federal agency with a major research

23 ald development progcam. Rhen adopted by the Director any

24 such recommendations shall be tcansmitted to Federal

25 a;;re:1cies thcoU9h appcopriate:::hannels, including those
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this Act.

Functions of the Seccetacy of Commeece

Sec. 202. Foe the puepose of assueing the effective

managameClt :;If G:;I'le.e:1ment-ow:1e:J inventions, tne Seceetary

may--

(1) assist FedeLal agency effocts t::l pcomote the

licensing and utilization·· of Govecnment-o~ned

i:1venti:;lns;

(2) assist Feder-al agencies in seeking and

maintaining pLotection :;In inventions in foeeign

c:;luntcies, including the payment of fees and costs

C::ln:1ectea thecewith;

(3 ) consul t with and advise Fedec al agencies as to

3ceas .of science and technology eeseacch and develop:ment

with potential foc cammeccial utilization;

(4) publish notification of all Goveenment-ownetl

L1Ve:1t~::lns that aLe available foe licensing DC

assignment;

(5) evaluate inventions cefecced to him by Fedecal

agencies, and pat.ent applications filed theeeon, In

oLdee to identify those i:wentions wit:! tneg::-eatest

commercial potential and to insuLe pcomotion and

utilization by the public of inventions so identified;

and

(5)initiataeegulaticns and revisions ther~of Which
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1 s1all be pcomulgated by the Directoc of the Office of

2 ~anagement and Budget after full considecation of agency

3 a:1 dpublic comments.

4 TITLE III--ALLOCATI:lN OF RIGHTS

5 Rights of the Govern~ent a:1d the Contcactoc

6 Sec. 331. (a) Subject to Subsection (c) and to section

7 303, each c::mtractoe may elect to r-etain title, eithee

8 wocldwide oc in such countries as it may choose, to any

.9 sUbject invention. Where not in violation of existing

10 teeaties oe lawso£ the UnitedSta:es,a Fedecalagency may,

11 at the tiJle ofc::>nteacting, limit oeeli:ninate this right,

12 place additional resteictions oe conditions in the contcact

13 that go beyond those set foeth in sUbsection (c), expand the

111 eignt5 of the G:>vetn:nent to licenseoc sublicense, oc alter

150e elimi!1ate the conteactor's right. undee SUbsection (c)( 7).

16 1£--

17 (1) it is determined by a Govecnment authoc i ty which

18 is aJthorized by statute or Executive ordee to conduct·

19 f::Jeeign intelligence oecoun:;e::-i:1telllgence activities
. .

20 bat this is necessary to protact the secucity of such

21 activities:

22 (2). the c:mt:-act::Jr is not located 1n the !Joited

23 States oc does not have a place of business located in

211 the United States, is a f:>rei~:1 government, oc is

25 subject to the conteol of a foreign govecnment:
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1 (3) the contract is J:"elated to or aSS<Dciated W.ith an

2 i 1ter'1ati:mal tr-eaty, agceenent, 'llem~J:"andt'.l1m of

3 understanding, OJ:" otheJ:" arrangement With a foreign

!l ;pvernment including (but not limited t~)! .agreements of

5 cooperation in science and technology and ~illtary

6 agJ:"eements related to weapons development ~r production,

7 a1d it is determined by the agency that r:jL(ghts in the

8 GoveJ:"nment in any subject inventions beyQlml'Ii the license

9 right provided in subsection (C)(3) are ~e~essacy for

10 the agency to fulfill its obligations und~ the

11 i1ter'1ational tJ:"eaty, agreenent, oc arrani;;J'Ement~ or

12 (!l) the agency deteJ:"mines, on a case !IDY case basis,

13 that theJ:"e aJ:"e exceptional c!ccumstances Jr'equiJ:"ing such

1!l action.

15 (b) Each deteJ:"mination made by a FedeJ:"aLagency under

16 sUDse:tion (a) shall De in wJ:"iting and copies of those made

17 undeJ:" subsection (a)(4) shall be filed With t~e Federal

18 Coordinating council for science, Engineerin~" and

19 Technology. In the case of a determination u~rleJ:" subsection

2:3 (a) (4), ttle statement shall include an analYsJ.s supporting

21 the determination and justifying the limltat.L1Jnsand

22 conditions being imposed. If the CO'1~eactoe ~elieves that a

23 deternination is canteaey to the terms, POli~y, oc

2!l objectives cf this Act, DC constitutes an abuse of

25 disccetio'1 Dy the age'1cy, tne determinationsha,ll be subject



LEFH5303

8

1 to section 303{b). Whenever the Director of the Office of

2 Manag2ment and Budget has deter~inej that one or more

3 Federal agencies are utilizing the authority of subsection

4 (a){ 4) in a manner that is contrary to the terms ,policy, or

5 objectives of this Act, he nay pcoonulgate regulations under

6 section 2e2(6) which establish policies, procedures, and

7 guidelinss~escribing classes of situations in which

8 agencies mayor may not utilize the provisions of subsection

9 (a){4).

10 (c) In accordance with regulations which shall be

11 pronulgatedunder secti::>n 202(6),each contra:::tunder which

12 the contractor may elect to retaln title to a subject

13 invention shall include a patent. ri;mts clause containing

14 such provisions as may be necessary and appropriate to

15 effectuate the follolO1ng rights ana require:nents:

16 (1) The contractor shall disclose each sub ject

17 invention to the contracting Federal agency within a

18 r2asonable time after it is made and the Government· may

19 receiv~~itle to any subject invention not disclosed

210 within such reasonable time.

21 (2) Unless the Government has acquired the right to

22 title in accordance with subsection (a)--

23 (A) the contractor shall make a written election

24 to retain title to the s~bject invention within a

25 reasonable time after disclosure under paragraph
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1 (1 ) :

2 (8). the Fedeea1agencymay considee and, with

3 the consent of .the c::lntcactJe, geanteequests fJe

4 retention of eights by the inventoe in anY countey

5 in which the conteactor has not elected t~t1e In

6 sucn teems and conditions as may be deemed

7 ~ppeopeiate by the agency and subject to section

8 333:

9 (C) a conteactoe electing to eetain tit1e in any

10 cJu~try tJ a subject invention shall file a patent

11 app1ication in thee1ected countey within a

12 :easonable time: and

13 (D) the Goveenment may eeceive title to any

14 subject invention in any countries in which the

15 conteactoe oe inventor fails to elect oe has elected

16 not to retain title or has failed to file a patent

17 application in accordance with this paeageaph.

18 (3) With respect to any subject invention to whIch a

19 cJ~t:actJr elects tJ retain title, the Goveenment sha11

20 have (in addition tJ any rights that have been taken

21 u1de: SUDsection (a})--

22 (A) a nonexclusive, nontransferable,

23i:reVJcable,paid-up license to practice oe have

24 practiced the subject invention throughout the world

25 by or on behalf of the Government;
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1 (B) if provided in the contract, such additional

2 rights to sublicense any foreign government or

3 i~ternational organization Dursuant to any existing

q or future treaty or agreement; and

5 (C) the rlg'lt t:J requlC"e the c::lnttact.or,

6 inventoC", or assignee to license anotheC" person to

7 pc-actice a SUDject Inl1e:1"I::l:'\ on c-eas:J:'\aole terms

8 if--

9 (i) SUCD lice:'\sing is necessary to permit

13 lawful commercial manufacture, use, or sale by a

11 third party of a~specified end item ::If a ~ajor,

12 multiyear reseaC"ch and developmentptoject and

13 such subject invention was made during cesearch

1q and development activities diC"ectly rela.ted to

15 that pLoject;

16 (ii) a similaL pr-::lduct or pL::lCeSS is not

17 commercially available as a Leasonable

18 su~stitute fOL tne licensing; and

19 (iii) such Light Is s~ecified in the

23 c::mt::-act.

21 (q) The Federal agency shall requiLe, in accordance

22 With Legulations ~hich shall be DLomulgated under

23 section 232(6), at least cne written report during the

2q first 3ye3C"s follOWing receipt of title by a contractor

25 ::l::- inl1entoL and ~ay require other written reports on the
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1 effocts to obtain Commeccial utilization made by the

2 c:Hlt:-actoc,·inventor, licensee, or assi;lOee with cespect

3 to any subject invention to which the contcactor elects

4 ti tl e pucsuant to tnis section, except tna t an'y such

5 cepoct, as well as any infocmationon utilization oc

5 effocts towacd obtaining utilization obtained as pa:-t of

7 - a pro:::eedin;< undec section 3:"3, shall be treated by the

8 agency as a tcade seccetoc as commeccial or financial

9 infornation obtained fcom a pecson and privileged or

13 confidential and not subject to disclosure undec section

11 552 of title 5, united States code.

12 (5) The contractoc ocinventor, in the event a

13 United states patent application is filed by itoc on

14 its behalf oc by any assignee, shall include within the

15 specification of such application and any patent issuing

16 tnereon a statenent specifying that the invention was

17 :nade w.j. th Gover.nment support and tha t the 'Government has

18 cectain cights in ~he invention.

19 (6) The balance of any coyalties or income earned on

23 subject inventions by the contractoc opecating a

21 Government-owned, contcactoc-operated facility up to a

22 total equal to 5 peccent of that facility's annual

23 bJdget (if the invention was na~e in the facility)

24 shall, after payment of patenting costs, licensing

25 costs, and othe:-expenses (i;'}cluding payments to
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1 inventocs), be used by such contractoc for scientific

2 research and development consi~tent ~ith the Mission and

3 obje::tives of such facility :.lith pciocity given to

4 activities that inccease the licensing potential of

5 othe:- inventions of the facility, with any such

6 coyalties Oc income in excess of 5 pecc:ent of the

7 facility's budget ceturned to the Tceasury; and to the

8 elCtent pcactical thelicensir:g of theinv\l:ntions

9 involved shall be adm1nister:d by contci:lct.oc employees

13 on location at the facility.

11 (7) The contractoc, in cases when it has the choice

12 J1de:-subsection (a) to retain tItle to a subject

13 invention but does not elect to cetain t.itle, may retain

14 a nonexclusive, coyal ty-free, paid-up,. liorldwide license

15 (including the c ight to sublicense affiU.ates,

16 subsidiacies, and existing licensees to ul10mthe

17 contraQtoc is legally obligated to sublicense) in any

18 subject invention to which the GovecnmE>nt. obtains title,

19 w1icn license shall De limited or cevocanle only to the

23 e){tent necessacY foc the Government to grant an

21 elCclJsive license; except th=t the contractoc shall not

22 be entitled to such a license if the contcactoc has

23 fraudUlently failed to disclose the subject invention.

24 (8) A tcansfer by the cont:-actOcof rights in any

25 subject invention shall be subject to the rights of the
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1 G::>vecnment pcovided by this section and sections 302,

2 303, and 304.

3 (9) The clause nay imposE any other administrative

4 requirements which may be necessary to effectuate rights

5 of the GOvern~ent and the contractor as specified in'

6 t~is Act, to the extent hot inconsistent with this Act.

7 Wa.iver

8 Sec. 302. (a) In accordance lI'i th regulations which shall

9 be promulgated under section 202(6), a Federal agency may,

10 at any tine, waive all or aOlV pact of the rights of the

11 Government unde!:" sections 301 and 3'03 in any subject

12 invention or class of su b ject inv ant lons wni en are ot" may be

13 made unjer a contract of the agency if the agency determines

14 that the interests of the Government and the general public

15101111 ::lebest served thereby, including but :lot limited to

16 instances where--

17 (1) the contcact inv::>lves c::>sponsored,. cost-shared,

18 or joint venture research or development and the

19 c::>nt:-:lct::>r::>c ot:1er spons::>r ::>r joint venturer is
. .

20 ["equired to make a substantial contribution of funds,

21 facilities, pe["s::>nnel, data,::>r equibne:lt to the work

22 perf::>rmed under the contract, or

23 (2) the conditions justifying acquisition 0= title

24 DI' t:1a GOverOlne:lt under section 3"'1 (a) no longer exist

25 or do not apply in the case of the SUbject invention.
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1 (D) rJe Fedecal a~ency shall ~aintain a recocd, wnich

2 shall be made public and peciodicallY updated, of

3 detacuinatiJns nade undac sUbseotiJn (a).

4 (0) In making determinations under subsection '(a), the

5 agency shallconsidec at least the following objectives:

6 (A) EncJuca~ing the wide availability to the public

7 of the benefits of Govecnment-sponsoced ceseacch and

8 davelJpment in the shoctest pcacticaole time.

9 (8) Promoting the commeccial utilization of

10 inventions made under GJveroiElent funding agceernents.

11 (C) EnCJucaging pacticipction by highly qualified

12 pcivate pecsons in Govecnmen~-sponsocedcesearch and

13 davalJpnent pcogcams.

14 (D)· Fostering competition and preventing the

15 crea lion oc maintenance Jf situations inconsistent with

16 the antitrust laws.

17 (j) W:'len an agency waives all :lrpart Jf i·tsrights in

18 an invention undecsection 301(a)(2), the contcactoc !';hall

19 be pecmitted to take title subject to this section and

20 secti:lns 331 (c), 303, and 304 of this Act.

21 March- In Rights and Notification of Avallability for

22 Licensing

23 Sac. 303. (a) lo1her-e a contcactor or inventor has elected

24 tJ retain title to a subject invention undec section 301 oc

25 3132, the Federal agency shall have the r-ight, in accordance
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1 with cegulations which-shall be promulgate1 under section

2 202(6), and subject to the provisions of subsection (b), to

3 cequice the contcactoc or his assignee oc the inventor oc

4 his "assi;;r:lee to gcant a nonexclusive, pactially exclusive,

5 oc ex:;lusi ve Hcense to a ;:-esponsible applicant or

6 applicants, upon teems ceas~nable Jnder the circumstances,

7 if the head of the agency (or his designee) determines that

8 such action is necessacy--

9 (1) because the contractoc, inventor, assignee, or

10 licensee has not taken, oc is not expected to take

11 within a reas~naDl e time ,ef f ective steps to achieve the

12 practical application of the suoject invention:

13 (2) t~ alleviate seri~us health or safety needs

14 which are not reasonably satisfied by the contractoc,

15 inventor, assignee oc licensee: or

16 (3) to meetrequicements for public use specified by

17 Federal regulation Which are not ceasonably satisfied by

18 "tne3~ntcactoc, inventor;assi;;rnee or licensee.

19 (b)(1) A detecmination made pucsuant to this section or

20 secti~n 301(0)(1) shall not De subject to tne contcact

21 Disputes Act (41 U.S.C. 601 et seq.).

22 (2) An ad~inistrative appeals procedure shall be

23 established bycegulations pcomul;;ratedundec section 202(6).

24 (3) Any contcactoc, inventoc, assignee, oc exclusive

25 licensee adversely affected eya determination undec this
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1 section may, at any time within sixty days after the

2 deterTIination is issued--

3 (A) .file an appeal undec the appeals procedure

4 estaolisheo pursuant to paragraph (2), or

5 (B) file a petition in the United states Cla1ms

6 court which shall have jurisdiGtion to detecmine the

7 matter de novo and to afficm, ceverse, oc modify 3S

8 a~pro~ciate, the detecminati~n of the Federal agency.

9 (4) In cases desccibedinpacagraphs (1) and (3) of

10 subsection (a), the agency's determination shall be held in

11 abeya1c:= ~e:1din" the exnausti::>n of any appeal descr1!>erl 1n

12 paragcaph (3).

13 (:::)(1) MiniTIum standacds for tne commeccializat1on of

14 inventions by contractocs and inventors shall be established

15 by reJulations pcomulgated undec section 202(6).

16 (2) If th:= head of "n agency (oc his designee)

17 d~terminesr on the basis of information contained in the

18 cepoct re~uired to De filed wit~ the agency by a contractoc

19 or inventor under section 381(C){4), that such contr3ctor or

28 i1ventor 1as failed to neet the ~ini:num standards prescribed

21 pursuant to pacagraph (1), such agency head (or designee)

22 shall refer interested parties to tne patent jolder of such

23 invention through the licensing pcogram of such agency or

24 the National Technology Informatlon Service.

25 Bgckground 3ights



LEFHSIl03

17

1 Sec. 304. (a) Nothing contained in this Act shall be

2 c:mst:-ued t::> deprive the owner- of any backgr-Clund patent of

3 such rights as the owner- may have under such patent.

4 (D) N::> contract snaIL c:Jntain a previsi::>n allowing a

5 Federal agency to require the licensing to thicd pacties .of

6 inventions ::>wned by the contract::>r that ace n::>t suoject

7 inventions unless such pcovision has been appcoved, and a

8 wl:"itten justification has been signed, by the head of the

.9 age:1cy (::>:- his desi;l"nee). ArW such pr:-oviston shall cleal:"ly

10 state whether- the licensing may be cequir-ed in connection

11 witn the pl:"actice of a subject i:wention, a specifically

12 identified wOl:"k object, 01:" both. The head of the agency may

13 not delegate the author:-ity toappl:"ove such pr:-ovisions or to

14 sign the justification cequir-edfor- such pcovisi6ns to a

1sprogcam level lowec than Assistant secl:"etar-y in the case o~

16 a Dep31:"t nent 01:" J..ssista:1t Administratoc ::>r cOllpar-able

17 official in the case of any other-agency.

18 (c) A Fedel:"al a;l"ency shall r'l::>t requil:"e the licensing of

19 thil:"d parties undec any suchpcovision unless the head of

20' the agency (oc his pr:-ogcam officec designee· who holds as a

21 miniJlum the can~ ::>f Assistant seeretacy, Assistant

22 Administcatol:", oc its ~quivalent) detecmines that the use of

23 t:1e i:1ve~tion by otners is necessary foc the pcactice of a

24 subject invention 01:" fOI:" use of a work object of the

25 contract and that such action is ne:::essal:"y to achieve the
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1 practical application of the subject invention or work

2 object. Any such determinati::>;) shall be ::>n the record after:­

3 aJ ::>pportunity for an agency hearing in which the contractor

4 has the right to participate and the contractor shall be

5 given pronpt nctificati:m of the daterminat!::»!) by certified

6 or registered mail.

7 TITLE IV--MISCELLANEO.US

B Definitions

9 sac. 4~1. As used in this Act (:Jthec than :l.n section

1~ 432)--

11 (1) the tern' 'pers::>n":uaans any.person as defined

12 in section 1 of title 1, United States Code;

13 (2) toe tar~ "Governnent" means the Govecnment of

14 t~e United States of Amecica;

15 (3) toe tecJl "Federala;;eocy" :neans an Executive

16 agency (as defined in section 105 of tit1e 5, United

17 states Code), and the military departments (as defined

18 i1 section 1~2 ::>f title 5, united states Code);

19 (4) ~heterm "small business finr:"· !!leans a small

23 ousiness concern as defined to section 2 ::>f the smali

21 BusinesS Act (15 U.S.C. 632) and implem.enting

22 regulations of the Administcatoc of the Small Business

23 Administration; and

24 (5) the term "nonprofit ::>rganization" means a

25 u1iversity or otherlnst! tuti::>;) of higher education or
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1 an oeganization of the type descelbed in section

2 501(C)(3) of the Inteenal Revenue Code of 195~ and

3 exempt feom taxation undee section 501( a) of such Code,

4 0: any nonprofit, scientific, or educational

5 organization qualified under a State nonprofit

6 organization statute;

7 (6) the teem "conteact II means any conteact., geant,

8 or coopeeative ageeement entered into between a Fedeeal

9 aJency (other than the rennessee valley Authocity) and

10 any peeson othee than a small business firm DC nonpeofit

11 ::l:-ganizatio:1 whece a pucp:::>se :::>f the c:::>ntn.ct is ttle

12 c::lnductof expeeimental, developmental, oe reseaech

13 w:>r~; a:ld such term includes any assignment,

14 substitution of paeties, or subcontract of any tiee

15 entered into oe executed for the conduct of

15 experimental, aevelopmental, or eeSearch woek in

17 connec~ion With the performance of that contcact; but

18 j:>es :lot mean any agreement or art:angement entered into

19 between a private entity and the operatoe of a
.

20 G:>ver:lment-::lwnej contract::lc-operated facility~

21 (7) the tee'll .. contract::lr" means any peeson or

22 entity( other than a Federal a;Jency, n:::>:1profi t

23 o:-ganization, or s~all business firm) which is a party

24 to a contract;

25 (8) the term "Seceetary" means the Seceetaey of
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1 Commer-ce;

2 (9) the ter-m • 'Dir-ector-" ::leans the Di::-ect:>r of the

3 Office of Science and Technology pollcy, or- his

5 (10) the ter-m •• invention' 'means any invention or-

6 disc::Jvery which is ::Jr- may be patentaole or otherwise .
7 protectable unde::- title 35, united States Code.. or- any

8 ~)vel variety :>f plant which is or- may be pl:"otectable

9 u~der the Plant Yal:"ietyProtec~ion Act (7 U.S.C. 2321 et

13 seq.);

11 (11) the term "subject invention" means any

12 invention of a contr-actor cO::lceived ::Jr firstaetually

13 r-educed to p::-actice inthepe::-fo::-mance of l'1o::-k. unde::- a

14 contract, except that in the case of a sexuall."

15 propa~ated variety ::Jf plant the date of deter-~inati::Jn

16 (as defined in section 410d) of thePlantval:"Iety

17 protection Act (7 U.S.C. 2431(:») must also ~ccur

18 dur- ing the pel:"iod of contract. per-for-mance;

19 (12) the ter-m "pr-actica~ ?pplication'· With r-espect

23 t:> any inve1tion neans the nanufactur-e(inthe case of a

21 c::Jmposi tion or-·· pr-oduct), practice (in the case of a

22 process or ueth::Jd), or :>perati)~ (in the casec! a

23 machine or system) of such i:wention under such

24 c::Jndltions as to establish t::le: the invention is oeing

25 utilized and that its benefits are, to the extent
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1 peemitted by law oe Goveenment eegulations, available to

2 tne ~ublic ~n ("eas~nable teL~s ~(" th("ough ("easonable

3 licensing aeeangements;

4 (13) the term ·'antitrust law" means the laws

5 i1cluded within the definition of the teem "antiteust

6 la"s" in secti~n 1 of the clayt~n Act (15 U.S.C. 12),

7 as amended;

8 (14) the teem "backgeound patent" means a domestic

9 patent covering an invention ~r a discovery (A) which is

10 not a subject invention, (B) which is owned oe

11 cJntrolled by the conteactoe at any time theough

12 c~mpletion ~f the conteact, and (C) which the conteactor

13 but not the Goveenment has the right t~ license to

14 othecswithout obligation to pay eoyalties theeeon;

15 (15) the teem "United states" includes the

16 taeritories, possessions, anjthe Disteict of Columbia;

17 (16) the term "inventoe'· With reaaed to a subject

18 invention means a peeson wh~ is listed as an inventoe on

19 the patent .foe said invention issued by the United

23 states Patent and Tea demark Office; and

21 (17) the teem "Goveenment-owned, conteactor~

22 opeeated facility" includes all fedeeally funded

23 easearch anj development centers.

24 ~.mendments To othee Acts

25 sac. 4~2. The following Acts are heeeDy amended as
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1 f::lllo;;s:

2 (1) secti:>n 2135(a) ::If the act of August 14, 1946

3 (7 U.S.C. 1624(a); 613 Stat. 113913) is amended by st~iking

4 out the last sentence.

5 (2) section 5131(C) of the Fede~al coal Mine Health

6 and Safety Act of 1969 (313 U.S.C. 951(::;); 83 Stat. 742)

7 is a~ended by st~iking ::lut the last sentence.

8 (3) Section 1136(c) of the ~ational Traffic and ll:otOL

9 Vehicle Safety Act ::If 1966 (15 U.S.C. 1395(C); 83 stat.

113 721) is Lepealed.

11 (4) Section 12(a) of the National Science Foundation

12 A::t :>f 1950 (42 U.S.C. 1871(a); 82 stat. 360) is

13 Lepealed.

14 (5) secti::ln 152 of the At:>nic EneL9Y Act of 1954 (42

15 U.S.:. 2182; 68 Stat. 943) is cepealed;except that such

16 section shall continue to be effective with respect to

17 (A) any application fo~ a patent in which, the statement

18 under oath referred to in such section has been filed OL

19 requested t:> De filed oy the c:>~missione~ of Patents and

213 Trademarks prioL to the effective date of this Act, and

21 (B) a~y rig~t cetai~ed by the G:>veLnment under sections

22 3131(a)(4) a~d(5) of this Act.

23 (6) The National Aeronautics and Space Act of 1958

24 (42 U.S.C. 2451 et seq.; 72 St::t. 426) is amended--

25 (A) by striking out section 305 (42 U.S.C.



LEFH5003

23

1 2457); except tnat subsecti:>ns (:::), (::I), and (e) of

2 such section shall continue to be effective with

3 respect to any application for patents in which the

4 written statement referred to in subsection (c) of

5 such section has be~n filed or re~uestedto Defiled

6 oy the commissioner of patents and Trademarks prIor

7 to the effective date of this Act;

8 (E) by striking out" ('IS defined by section

9 305)" in section 306(a) (42 U.S.C. 2458(.;1)) and by

10 strikin~ out "the I~ventio~s and Contributions

11 Board, established under section 305 of this Act"

12 in such section and inserting in lieu thereof "an

13 Invention and Contributions Board ~hich shall be

14 established by the Administrator within the

15 Administration";

16 (Cl by adding at the end of section 203(c) (42

17 (J .S.C. 2473(:::» the following new paragraph:

18 "(14) to provide effective contractual provisions·

19 for the prompt and effective reporting of the results of

20 tne activities of tne A::Iminist:;ation, including full and

21 complete technical reporting of any invention,

22 discove::-y, inprovement, or i:"":;Jovation which may be made

23 in the performance of any work under any contract of the

24 Administration, whether or not patentable under title

25 35, United States Code.";
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1 (D) by adding at the end of section 233 (42

2 U.S.C. 2473) the follo~ing new subsection:

3 "(d) Foc the pucposes of chapter 17 of title 35, United

4 state:: pde, the AdninistC"at1::>n shall be c::lrlsideC"ed a

5 defense agency of the United Sta~es. "; and

5 (E) by adding at the and of title III the

7 fDllowingnew section:

8 •• use of Patented I:1ventions

9 "Sec. 311. (a) Any object intended fo::- launch,

13 launched, oc" assenbled in outer space shall be considece1 a

11 vehicle foc pucPos2of section 272 of. title 35, United

12 states Code (35 U.S.C. 272).

13 "(b) The use oc manufacture of any patented invention

14 incocpocated in a space vehicle launched by the United

15 States :;ove::-nme:lt foc a person ot.heC" tnan the united states

15 shall not be consideced to be a use ormanufacture by oc !or

17 t:le u1ited, states witnin the meaning of section 1498(a) of

18 title 28, United States code (28 U.S.C. 1498(a», unless the

19 Administration gives an express authorization or consent for

23 SUC:l Jse DC manufacture.".

21 (7.) Section 6 of the Act of July 7, 1960 <313 U.S.C.

22 656; 74 stat. 337) is an2:ldej oy sUlking out the ficst

23 sentence.

24 (8) section 4 of the Helium Act Amendments of 1963

25 (50 U.S.C. 167b; 74 Stat. 928) is amended by striking
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1 out all afte!:" ,. utilization" and inser-ting In lieu _

2 ther-eof a peI:"iod.

3 (9) Section 32 of the ?I:":TIS Control and Disar-mament

ij A:t (22 U.S.C. 2572; 75 stat. 63ij) is I:"epealed.

5 (13) Section 332(e) 0-: the APpalachian Regional

6 Devel:>p:nent Act of. 1965 (ij3iJ .S.C. APP. 3er2(e); 79 stat.

7 5) is I:"epealed,

8 (11)(A) section 9 of the Feder-al No~nuclear Energy

9 Research and Development Act of 197 ij (ij2 U.S.•C. 5938; 8.8

13 stat. 1887) is a:nended to read as follo~s:

11 • 'Sec. 9. The Administration shall be conside!:"ed a

12 defense agency Of the United states for purposes of chapter

13 17 of title 35, United states Code."

1ij (8) The heading for such section 9 is amended to

15 r-ead as follo~s:

16 "Administration Tr-eated as Defense A0ency for Purposes of

17 seer-ecy of Inventions".

18 (12) Sec.tion 5 (d) of the ConsumeI:" Pr-oduct Safety Act

19 (15 u.S.• C. 2ro5ij(d); 88 stat. 1211) is r-epealed.

221 (13) Section 3 of the Act of April 5,. 1944 00

21 U.S.C. 323; 58 stat. 191) is r-epealed~

22 (1ij)(A) sect1::m 8301(C)(3)of the solid !taste

23 Disposal Act (ij2 U.S.C. 6981(C)(3); 93 Stat. 2829) is

24 r-epeaied.

25 (B) section 80roij(c)(2) 0: SUCh Act is amended by
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1 stri{ln~ ~ut "n~twithstanding secti~n 6981(C)(3) of

2 this title".

3 (15) Chapter 18 of title 35, united states code, is

4 amended--

5 (A) by inserting ", out does n~t mean any·

6 agceement oc acrangement enteced into between a

7 p~ivate entity pecs~n ano the opecator of a

8 Government-owned, contcactor~operated facility"

9 immediately before the perloQ at the end of section

13 201 (b);

11 (13) by insecting • 'oc any novel v3rlety of plant

12 iniehis ~c :n3Y be protect<':Ole under the Plant

13 Vaciety Pcotection fct(7 U.S.C. 2321 et seq.)"

14 I11meaiatelyafter •• title" 1n secti~n 201 (d) ~

15 (C) by inserting ", except that in the case of

16 a sexually propagated vae iaty of plant, the date of

17 detecminatlon (as defined in section 41(d) of the

18 Plant Variety protection Act (7 U.S.C. 2401(d»)

19 ]lustals~occuc ducin~tnepec ioo of tontcact

20 perfocmance" immediatelY after' 'agreement·· in

21 seeti~n 201(e);

22 (D) in section 202(a)--

23 (i) oy amending :::l=.use (1) t~ read as

24 follows: .. (1 ) when the contracto!:" is not

25 located in t.he united states ~r d~esnot have a

,
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1 place of business located in the United States

2 0(" is sub ject to the cont("ol of a fo(" eign

3 gove("nment"; and

4 (ii) by st("iking "0(" (iii)"and "inse("ting

5 i:1 lieu tne("eofthe following: •• , (iii) when

6 the funding ag("eement is ("elated to 0("

7 associated with an inter-national t("eaty,

8 ag("eement, memo("andum of unde("standing, 0(" othe("

9 a("("angementwith a fo("eign gover-nment including

1 ~ (Out not lini ted to) ag("eements of cooperation

11 in science and technology 0(" military agreements

12 ("elating to weapons development or- pr-Oducti:m,

13 and it isdete("mined by the agency that rights

14 in the Gove("nment gr-eater'than a nonexclusive

15 license a["e neCessa("y for the agency to fulfill

16 its obligations under the inte("national treaty,

17 agr-eenent, nemo("andun of under-standing, 0(" othe("

18 arr-angement, or- (iv) ";

19 (E) by adding at theen:J of section 202(0) the

2~ followin;; new parag("2phs:

21"' (4) If the contr-acto(" (other- tha!1 a grantee ora P2("ty

22 to a cooperative agreement) oelieves t1at a dete("mination is

23 cont("a("y to the policies and objectives of this chapte(" 0("

24 c:lOstitutes an aDuse of di5c["eti:::1oy the age:1cy, the

25 detern ination shall be sub ject to section 203 (dJ.
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1 "(5) Il'lenever tneDirector of the Office of 11anagement

2 and Budget has determined that one or mo~e Federal agencies

3 are utilizing the authority of se:tion 202(a}(ii) in a

4 manner that is contrary to the polic~es and objectives of

5 this chaptee, he may peomulgate cegula"tions undee. secti:>n

6 2~6 ~ni:'l establish policIes, proceduees, and guidelines
.

7 desceibing classes of situations In which agencies may not

8 exeecise theauthotities of that se:t~on.·':

9 (F)(i) by amending paeagraphs (1), (2), and (3)

13 of section 202 (c) to rea:::' as follows:

11 ' • (1) A requieement that U.e conte<lctor disclose

12 each sub ject ~nvent1on to theconteactir'lg Fedee al agency

13 ~ithlna eaas6nable time after it becomes kno~n to

14 conteactoe peesonnel eesponslble foethe·administeation

15 of pater'ltmatters a.ld that U',e Feder-OIl Goveenment may

16 eeceivetitle to any subject invention not disclosed to

17 it within suCh tille.

18 "(2) A eequleement that the conteactoe make a .

19 written election within 2 years afte~ dis:losuee to the

20 Federal agency (or such additior'lal time as may be

21 appeovedby the Fedeeal agency) whethee theconteactoe

22 ~illretain title toa suoject i~vention, except that

23 (A) 1'1 any case wheee publication, on sale, oe public

24 use :las inltiatedthe one yea::- statutory pel:'iod in which

25 valid patent peotection can still be obtained in the
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1 United States, thepeeiod foe election may be shoetened

2 by t~e Federal agency t~ a date that is n~t moee than 60

3 d;lyS peioeto the end of the statutoey period, and (B)

4 t~e Fedeeal Govee-1ment nay receive title to any suoject

5 i~vp.ntion in which the conteactoe does not elect to

6 eetain eights oe fails to elect eigh~s Within such time.

7 " (3) A cequicellent that a conte-act~celecting

8 rights in a subject invention age-ees to file a patent

9 application Dci~ct~ anystatut~cy bae date that may

10 occue undee this title due to publication, on sale, oe

11 public use, and shall thece~ftec filec~rresponding

12 patent applications in othee- counteies in which it

13 wishes to eetain title within reasonable times, and that

14 ··t'le Federal Goveenment may eeceive title to any subject

15 inventions in the United States oe othee counteies 1n

16 ~1ic~ tne conteactor has not filed patent applicati~ns

17 on the subject invention Within such times.";

18 (ll) by amendingpa!:'ageaph (4)~i section 202(C)

19 by inserting "(A)" after "(4)", and by adding at

20 the end theeeof the follOWing ne~ subpaeageaph: .

21 "(B) the eigot to re4uice the contcactoc, inventor-,

22 oc assignee to license anothee pecson to pcactice a

23 subject invention on eeasonaDle teems if--

24 ." (i) such licensing is necessacy to pee-mit

25 lawful commeeclal manufactuce, use or sale by a
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thicd pacty ofa specified end item of a majo"
,

multiye.aL ceseacch a:1d development PL::lject and such

subject invention was made dULingceseaLch and

development activities dicectly funded under that

pcoject;

"~Iii) a similac pcoduct ocpLocess is not

C::lmmeccially availaDle as a.reasonable substitute

foc the licensing; and

"(iii) such right is specified in the

contLact 0' ';

(G) oy stcik.ing out "']3.y" in section 202(c)(5)

and inseLting in lieu thece::lf "as well as any

infoLmati::ln ::l:1utilizatlo:1 ::lC eff::lcts at Obtaining

utilization obtained as part of a proceeding under

section 203 of this chapter shall";

(H) by amending paragcaph (7) of section 202(c)

to Lead as follows:

"(7) In the case of a nonprofit ocganization--.

"(A) a requirement that the contc2ctoc share

royalties wltn the i:1ventor, and

"(B) a cequicement that the balance of any

coyalties oc income earned by the c::lntcactoc with

cespect to subject inventions, aftec payments of

expenses. (including payments to inventocs)

incidental to the administration of subject
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1 inventions, be utilized fOL the SUPPOLt of.

2 scientific LeseaLch OL education.":

3 (I) by adding the following new sUbsection at

4 the end 3f secti3n 2324

5 "(9)(1) A FedeLal agency may at any time waive all OL

6 a~y paLt Jf the Lights Jf the united States, undeL sections

7 202, 233, and 234 of this chapteL, to any subject inventions

8 made under a funding agreement 3r Class of funding

9 agreenents if the agency determines that the interests of

13 the United states and the general public will be best served

11 tnereoy including, but not limited to, instances where--

12 "(h) the funding agreement involves cosponsored,

13 cost shared, OL joint venture research or development

14 and the contractor or otheL sponsor or joint -venturer is

1~ required to make or has made a substantial contrioution

16 of funds, facilities, ~ersonnel, data, or equipment to

17 the wo~k performed under the funding agreement, or

18 .. (B) the conditionsjusti£ying acquisition of title

19 by the Government under sectio'1 202{a) no longer exist

23 3: do n3t a~ply i'1 the case of the subject invention,

21 The agency shall maintain a record, which shall be made

22 p~blic and periOdically upaataa, 3£ deterrni'1ations maae

23 under this paragraph.

24 "(2) In making determinations under paragraph (1)(h) of

25 tnis subsection, the agency shall c::msider at least the
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1 following objectives:

2 "(A) Encouraging the wide availability to the

3 public of the benefits of Government-sponsored research

4 a1d developnent io the soortest practicable time.

S " (B) Promoting the commercial utilization of

6 inventions nade under Govern~ent funding agreements.

7 ':(C) EnCouraging participation by highly qualif~~d

8 private persons in Governnent-sponsored research and

9 development programs.

10 "(D) Fostering competition and preventing the

11 creation or maintenance of situations inconsistent with

12 theant!trust.lalJs.";

13 (J) by adding at the end of section 203 the

14 followinq new sentences:

15"1 deternination pursuant to this section or section

16 202(b) (1) shall not be subject to the Contr"act Disputes Act

17 (41 u.S,C',601 et seq.). An acministrative appeals procedure

18 snaIl be established by regulations promulgated by the.

19 Office of Federal procurement policy in accordance With

20 section 206. Any contractor, inventor, assi~nee, or

21 exclusive licensee adversely affected by a determination

22 under this section nay, at any tine within sixty days after

23 the determination is issued, file an appeal under the

24 appeals procecure established ;)ursuant to the preceding

25 sentence or file a petition in trle United States Claims



LEFH5003

33

1 couct, which shall have jucisdiction to determ~ne the matter

2 d~ :1::>170 3:1d t::> 3fficn, eeveese, or noctifyas appropeiate,

3 the detee'l\ination of the Federal agency. In cases described

4 i:1 pa:-ag:-aphs (a) a:1d (c),t:Jeag~n:::Y'sdeteellination shall

5 be held In abeyance pending the exhaustion of appeals under

6 the p:ecedi:Jg s~ntence.··;

7 (K) by adding at the end of the chapter the

8 following new secti::>ns:

9' 'S212, Assignment of title or eignts

10 '~Upona deteeminationthat to do so is in the best

11 interests of the Goveenment, an agency may assign title oe

12 ,::>th~e ei91ts to an invention to a peeson where such title oe

13 eights ace held by the Goveenment under such terms and

14 c::>nditi::>ns as will encourage the d::>nestic c::>m~er6ial use of

15 ,such technology,

16 ., S213, Disposition of rights in educational awards

17 "N::> scholarship, fellowship, teaining grant, oe ::>thee

18 funding ageeement made bya Federal agency primarily to. an'

19 awardee foe educational pueposes will contain any peo17ision

20 giving t1e Federal agency any eights to inventions made by

21 the awaedee.";

22 (L) Dyaddi:JQ at the e:Jd of the table of

23 sections foe the chaptee the following new items:

"212. Assigone1t of title ::>r eig1ts.
"213. DisPosition of eights in educational awaeds.'·; and
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1 (~) by amending section 206 to cead as follows:

2 •• $236. Unifo"m clauses and cegulations

3 ., T:le secLetal:"Y :'Jf commecce Ulay initiate the regulations

4 and cevisions .thel:"eto and standacd funding agceement

5 pl:"o'li:;i::)!'}:;, cequil:"ed to implement sections 202 through . 204,

6 t:'J be pC:'Jmulgated by the Dicectoc of the Office of

7 Ilanagement and Budget aftec full c:'J:'lside:at1:::>n of agency and

8 publlc c:'Jmment.··.

9 (16) section 6( e) of .the stevens:'Jn-llydler Techn:'Jlogy

10 ICln:'Jvatlon Act of 1980 (15 U.S.C.3705(e);94 Stat.

11 2313) is "epealed.

12 ( 17 ) Section HI( a) of the ACt 0fJune 29, 1935

13 (7 U.S.C. 427i(a» Is amended by stcikinoout the last

14 sentence.

15 (18) Section 427(b) of the Fede"al Mine Safety and

16 Health Act ::>f 1977 (33 U.S.C. 937(b» is amended by

17 stclkl~g out the last sentence.

18 (19) section 3136 (d )::if tne SUl:"face !lining contl:":'Jl

19 and Reclamation Act of 1977 (3~ U.S.c. 1226(1» is

213 amended bystl:"iklng out the fil:"st two sentences.

21 (213) section 21(d) ::>f the FedeLal Fice pcevention

22 and Cont"ol Act :'Jf 1974 (15 8.S.C. 221R(d» is l:"epealed.

23(21) section 6(b) :'Jf the S::>lal:" Ph::>t::>'l:'Jltaic Enel:"gy

24 Beseal:"ch, Development, and Demcnst"ation Act of 1978 (42

25 U.S.C. 5585(b»ls amended by insel:"tinq "as amended"
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1 afte~"this title~·.

2 (22l section 12 of the Native Latex

3 CJmme~cialization and Economic Development Act of 1978

4 (7 U.S.C. 178j) is ~epealed.

5 (23) Section 408 of the wate~ Resea~ch an~

6 Development Act of 1978 (42 U.S.C. 7879) is ~epealed.

7 Relationship to Antit~ust La[ols

8 Sec. 403. Nothing in this Ac~ shall be deemed to convey

9 tJ any pe:son in~unity feom civil oc cri~inal liaoility, oe

10 to create any defense to actions, undae any antiteust law •.

11 Effective Date

12 Sec. 404. (al This Act shall take effect six 'llonths

13 aftee the date of the enactment of this Act.

14 (0) Afte~ the effective date of this Act, each Fede~al

15 agency may allo[ol a conteactor oe an inventoe to retain title

16 to any suoject inventions made u~der conteacts a"arded peioe

17 to the effective date of this Act, subject to,the same terms

18 and conditions as those which would apply undae this Act had

19 tne contract been entered into aftee the effective date of

20 this Act.




