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m.,.'""REAS. for many years the "lISCOl:IS:IN 1ILtJl.iN! RES~1\R.ca

.FOUlWA'l'.:tON (i'llU'.F) has pr.ovided the t.i1:UV£R.SJ:'i.'Y OF ..iISCONsIH

(UriiveJ:'lsity) with e.'ttensive S\\ppor1; for its resF"<li:chprogram

'andha.sprovided tho' avenue for evaluating. patent.'inlJand

1icen~;n~inv~~tionsori9'inatinqt~th:Univ~rsitypersonnel.

fpr.the. ·'benefit of the Universit)r and the ptiblic1and

~$~s..a suJ:)staritial····iand growing portion of the Univer"

Ilit.::r t s rosea.;:-c.'l effort .is not.. suppc:>rted'by grants. <:on:l::racts •
•

and.ot.'ler a\l1ards frc.-a agencies of: the Federal Govermnent1 and

\<1HSRID\S. under the· terms of these ",rants.· contracts. and

in-lards. th'3 University is held pJ~i."larily responsible for the

fulfillment o;!; any and all terms and conditions under which

sucl'i ~rants. etc•• are madel and

wrE>~'S# tl"f'd'ge: agencies imp();;;e diverse condfi:'fcn'!s- ~l;\ti1iilg

the a~$igr.mcmt and disposition of rights to inventiens \'lh1.ch may

'be conceived and/or reduced to p)~acticeby ,university personnel

1Nhileon.gZ\g~:li~n r€S\~archprojec1~s supported in ;.t.t<)l~ or in part

'by said agencios1 and

ttiERE..1\:$.. infulfi1.1l'Ilent ofltts responsibilitiei$l,t!ie ~"tliy~::;..

sity is opUgod to consider. in the case of such invontiol'ls

methsr and to ..'hat e..'<:tent propr:te"l:.ary rights to theinve.""'ltions

reside in any federal agencYl

NOW.TE.r:rRZi:"""O;tS.. it is deemed essent;L,l tha.t th~UniversHy

and '~define their re~ctive rightsaridc duties with respect

to suc.'!). inventions. Henco.theurtiver:;:ity and WA.'tFagreeas

follo\~s:

1. (a) Hereafter. im'enti(~ns ,,11ic1').may .,'be (loneeiveil

and/or reducodto practice 'by Univers$fy pe):'s9IlhI:l).

andmich ma::r .. ult:buately.. 'be offered to Wl\RF for
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eVfi1u<ltion. patenting aild development must first

be reviewed by the UniversitY to dete:rminli} whethel:"

lmd t.o \>1hat e.."rterit propriet.,.ryrightsin such

inventions reside in any f~~aral agency and to

evaluate tIle University • f:l Cbligationstoany such

ilg-ency.

(b) :If' such L"'lventions, as are referre& to in (a) above

are reported to t'iA.."<: in the first. instance. WAP.F

will ·advise the reporter of the re'iuirer;:ent· for

reporting ~ invention to, the univers~:I:Y aaminis..

traHori through his' Dean' and ti1\.~' Wil1' al<30adviEle

t.be 'q:llivElJ:'sity administration" of '. the inven:t!Qu that

has beemdisclosed to it.

2. (a)i'1h.eZ'<€l. afiter Unrvetsity raview. itappearSth";#

the University is under nooblightiontohavethe

inventor report his inve:ltion to any federa·l age~"

the lJniversity will so advise t.'1e inventor and. Hl\,V

in writing and he and "lAPS shall then be tree to

pursue acourse,*.,.ic.'1.they r..ay deem to be to .the

best interests of all cl:Jtlce;:r,$danc!,1hich is

consistent. with ~,p·s·public reppohsihiHties.

(b) :In the event an invento~ coming' Within th9 purview

of' SUbsection (a) of thisSec'cion 2. scl::>sccluently

lil.a~esanother invention ...nich he volunt<>'J:'ily reports

to'VA.~in the first instance, '1AP..F agreeSi that ,it

will advise the Univc:;;sitya·5lllini13tra:l:.ion.oJi such,
invcntipn. in accc,:i:l;mce ~dth Sectionl. OS),

wl.lctilicr or noisu:::h.·· imrention·is"a.."1 impr<;>vemcp'l:.

o,vcrani!~(l1ention withint:hepurvi"'Y10;E$P<:;ti9n!l. (a).

(c) Hl;P-F fw:t.'l:cr agre~l" t..'1at it will advise: "the' T;.'n!versity

if, subsequent to HAl<Ji"s receipt of title to <1:.'1 invEi<n

tiot! ptu:sua..'1t to>l'M:Isecl:ion (a) Ofthisscqtion 2.
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it$ ,C'l1>sol\,1ier19ht to title is questi9ned,byth&

Clsl;lGrtiQnof an alleged proprietary right in such

invention on bcl1alf ofa."'ly federal agency.

3. Where. hQwaver, it appea,r'l1I t..\?J.tat least one federal

agency may have sOme propriotaryright in an in'l<:fhtiCiri'

and the .v"nivorsity is under cbligationto have the

.inv(>ntorreP9~that inventi(>n. toitlIe~:?ropiiate

fec1era1agency(iesl. the University"will notifyi'l1';.~

aqqo;l:'ci!ngl.Y a."'lq. thereafter•• ,1AR1i' may prodecQ w;!.th the

~at~;t,in'i1~nddovelopmentof such inventionsGJ:~~:Y\""'14E!;l:'

the.follQj'l'!ng QOnditionsl

(all-,it-I} the approval of the agency CollCerne.3 where

su.dh Age..'1CY has a :dghtto•. ovmorship,oftlie

invention1

(b)s\lbjedt. to the conc1it:itcllsi..t;tpCsed by the agency'

f!:9;n¢e~~ under. its contractual relatiQ~gp.:i:r?

With the UniversitYJ

(el sUbject tosu<.::h terms Md conditioni1las maybe

,ee~?$J;±sheq'byne-;otiatioy) ilmqngthe ·UnivC1::S±#s-"'.

Wi'4~.~ndthe'agEmc:1"conce:rn~,qw'he:re 6uch.agElney

reserves the right to det¢rminew"hti?:ther patenting

shall be pursued and the disppsition of any and

all patentris-ht13.

4. It fa un<:1erstO¢;d andag.reed that whenE.>Vor. PID;$uafit to

sectil:,on":3'o ahoV'e~ the rele~13O of any pat~'tt; rj;':1I'it:sto

WAP9 is to be sou:Jht., ",.:ny proposa!l..requesting su!ili·

relcase;;\dl~be prep;;redJ jointly by the University and'

~.

5. xii discharging its resp.onsibilities under this agreement,

the University asserts that it will strive tOt

- 3,',,: ...
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(a) protect the acadcmuc fre~Ol'lI0fi;ts",fac\llty:

(1:» conserve th,a public interest:

(c) fulfill scrupulously all of its obligations to

agencies supporting its researchprwrWilJ

(ar and prtlilBel!Ve tlle traaitional:aU"tenomyof''1AR?

an41ts staff., to the e:\.'tant .consistentilwith the

above.

6. 1:n the pate.l"lting. development and licensing of inventions

coming with1n the scope of section 3. of this agreement

an4 wi~ respect to which Wi\.RF is permitted by the
. ,", - .. . .

federal a~'Cncy concerned to handle such patenting.

development and licensin'J. i~.1'Ji' asserts tAat it."\"ill

adhe.'t"e to the following policies ~ich it has traditicn

allyzoilo'ded in t.he ·pate.iting. deVelopment and licensing

cf inve.it$,ons assigned to it=

(;;t), it. "IUl '.T~ant Hcen,sea 'vhicl~, in tl1a pUblic ip,tereat

will reoult in t..1le brondeat distribution oi: tho

prodtlct:;scr proces,seser.)'J:>raqei! wit;hin the patent

invol.ved7

(1:» it ,-;iU follo>".thepo!ie;t .genorall.yof grantin,;:t

none.,:clusiveliccnsesto· thatnurooer of l.ice11sees

which win reasonably hc ~q>ected to pr()duce,ftha

widest. possible difltribJ.;tion. oJ: tlle invented

prC><iuct:

(c:l it. will require all. licensees v.np u..Tidorta~e eo

develop any such i.nve.ntion to s.."ow diligeticein

pursuing .such de-,,¢lopment <lr,d torepo:l.1;pregress

c£ .such developh-"enttOW'i;.'U"r

(!!11' it wi1]. g.;:~,t e~~cJ.usive li~enses in the event the

grant of an exclusive license is the only practical

-4/.:-.,","",
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manner by which tl)einve.'"ltion willbo ade'J.-u.ately.

and c,lUictly' dev(illQl?edfc)!: .widest usa·' for the

benefit of the public. Usually it will be Hfu"U?t s

poliqy to grant exclusive l±oa~sesonly~iere

sUbstantialdevelopti;ent. work m\1sti: bet cOfupleted

before the invention can be broughJl;: into f>roduction

for distr.ihution tCIt.\te public and an eXclusive

license for at least a limited period is nec~ssary

to inc.\leethe licensee tour.dertake suen develo~nt

:~~+k;.

(e) it 1,-:i11 £0110'"" the policy of granting lice'ases U'pon

the basis of reasonMle royalties consist.ent ,11th

nor!ha1trade praddcest

(f) it \1111fo11olo' tho policy of re;-rarding invento'l;'s

in an <lggregate aril,ount not to eXceed 15% of net

r-QY.9-'+k,i~s ,'0:;" ot1"::.$.: r'~~~"'1¢'6a,i:~\¢!1,' ,17.e:::ei-vedr ,,'t.l1'~

balance of the net royalties recaived by ,,1APJ? to

be turned over to 'the University for scientific

,1.n~esti~ati.c<n~,:and.',;ze--s0~,(jn"1

(g) it \111.1lll.~eper;.0':tic.reJ?ortsto the .Univ!3lrsity

concerning its licensing act.ivitylincprae a.nd

~q>ensos. nnd will sup?ly other information which

may he required to fulfill t.h~Un:l......~:r:f:ity· s

Obligations to thafederal agancy concarned.

". ~'1lI:."W' vr.l;U 1 at all tiriWs. C'ool,?a't:at',j.£uny ":,1.·tll1:he t,'niver

sity to assist the UniversH:y in ,fulfilling all of tho"

obliga't;ions \>M.c.'lt..l;o u'l1ivt,rsity 0-,,"015 to Federal ag!3lncios

2i!.upportingits Jt:esear.chPJt0gJ:em.

8. Except to t.'lc m-:-tent t.hey are ~1?reesly~-odifiorlby this

agreene-~t, the hist.oric relat.ionsJlips b~t'1"~lGen1~lf\.;..~ and

the University .rill be and rer..ain uric..l;i'mged.

- 5 -



1

. 9. Zit" ia understood and agreed by a."ld betweWl WA."<li'.<md the

University that:

(a) from time to tine, but not. lCSG than three years

.fromthe·effective date o£thisagreern~mtJ the

feasibility of t-lle parties o;>ntinuin·j t.6 opdia€e

under this agre~ent wil:! be revie;,.ed and .that

unless thepartlesmutually conclude llztersuch

ravie,;! thatcontinllation Of operai;ions' under this,

.agreementia feasible, this agreements.'lall.be

"'ean:b'"1-:ated1

(1)) in ;t..'le event that such review leadS tot.'le tCJ."mi-

nation of this agr'51ement, any obligation cfeitlter

party t.oany Feder,al agency.. \vhich obHgation

arose U11q.l!¢ or by vir-"o;ue of t..'le.relationsnips

establiohe4 byf:..lllu agreement. wil.l st.l:rli'ive su6h

termination.

Tim. REGENTS OF TF~
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By '-"" ~,,?~-·<~l- -2: .~:/'-l/·~ /' -:,~;,~_";"~,, ."
Fre4H. Harri:ngt:con",,-/
Presiderlt of the University
of Wisconsin
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w. R. Kellctt,liire;Sdiciimni:;
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