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98th C:J1\G?ESS
1st Session

>

s .

I~ THE SENAT~ Or THE U~I7ED STATES

S.L.C.
., \

."

~r. Dole introduced the following bill; which was rEad twice a~j
referred to the Com~ittee on _

A BILL

To amend title 35-of the United States code for the purpose bf

creating a uniform policy and procedure concerning patent

rights in inventions developed with Federal assistance, and

for other purposes.

1 ~g !.t gna£lgg 2Y .thg ~gn£.tg £nQ HQy~g Q1 RgQ(s.§gnl£1iyg§

2 21 ItH~ J!nHg.Q ~1£lg§ Qf ~mgLis:::£ in ~Qng(g.§.§ £§.§gmJ:21g2L That

3 this Act may be cited as the "Uniform Patent Procedures Act

4 of 1983".

5 Sec. 2. (a) Chapter 38 of title 35, United States Code,

5 as added by Public Law 96-517, 94 Stat. 3018, is redesignated

7 as chapter 13 of such title and all references to such

8 chapter as shall be considered references to chapter 18.

9 (b) Part II of title 35, rnited States Code, is amended

10 by inse["ting chapte~ 18, as Ledesigna~ed heLein, afL2C

11 chapter 17 of such title.

12 (c) The table of chapters :or title 35 is amended by

13 redesignating cha~ter 38 as c~ap:er 16 and inserting such

14 chapt€L and sec~ion cesignations a~ ~he end of ~3~t II.

15 . Sec. 3. (a) Section 35 cf the United States Code is

16 amenced by "a-:1cino after- cr-:a;::ter- 1?, as r-e::iesignat.ed her-eln, a

17 n2~ c~a~~e~ ~s folla~s:

1 -~ "C~A~TE? 1;--?ATE~~ ?IG~7S !~ :sV~!;rI~\~ ~;JE ~:TE ?EJ;?A~

19 ASSIS:ANC~ ~y JIEE; THh~ S~ALl 3~S:~~SS ?:3~5 03 N~S?5J?!T

. ,
,. -,'~-
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O?~·A~IZAT:OSS

"Sec.
"212. policy and objec~ives.

"213. Definitions.
"21U. ?espo~sibilities.

"215. Disposition of Ligh~s.

"21E. ~a~ch-in ~i~hts.

"217. Eackg~ound ~igh~s.

"

S.L.C. .-

2 "S 212. policy and objectives

3 ··.In addi~ion to the. policy and objec~ives set foc~hin

4 se~tion 220 of this title, it is the f~cthe~ policy and

5 objective of ~he Congeess to ensu~e that all inventions mace

6 with Fede~al suppo~t a~e used in a manne~ to p~omote f~ee

7 competi~ion and entecp~ise.

8 "§ 213. Defhitions

9 , , As used in this chapte~, the teLm--

10 "(1) 'AdministLatoc' means the Adminls~La~o~ of the

11 Office of Fede~al Pcocu~ement Policy OL his oc hec

12 desi~nee;

13 •• (2) 'contLact' means any contcact, gLant, o~

14 coopeLative agLeement en~eLed in~o be~ween any Fede~al

15 agency (oU'Je~ than the Tennessee-Valley ~.utho~ity) and

16 any pe~son o~heL ~han a small business fiLm o~ nonpcofi~

17 b~ganizatlon (as defined in section 201 of this title) .

18 wheLe a pULpose of ~he con~cac~ is ~he conduc~ of

19 expe~imental, developmental, OL Leseacch wo~k; such teem

20 includes any assi~nment, substitution of pa~ties o~

21 subcont~ac"t of any tieL enteced into ot:" executed .fo:- the

22 conduct of expe~imental, ~evelopmental, OL ~esea~chwo~k

23 in ccnnection with the pe~foemance of ~hat con~Lac~;

24 "(3) 'conteactoe' means any peeson OL entity (othec

25 ~~an a Feceeal agenc~, nonpccfi~ o~ganiza~ion, O~ small

26 busi~ess fi~m, as je£in~c in s~cti0n 211 of this title)

27 w~ich is a pa~LY ~o ~he con~Lat~;

28 "(4) 'Fe;:e["21 a:;e:18Y' ?e2.:1s. an exe~~l.ive a~::;}8Y (3S

29 ce:in22 in section 125 c: ti~le 5, Jni~ej States :oj~),

32 ~nC ~~E ~ilit2~Y ce~3c~~e~~s (cs ~e:i~~j in sec~io~ 122

.-:
",-
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27

28

29
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34

of ti~le 5, United States Code)~

"(5) 'Govecnmen~' means the Gove~n~ent of the United

States of Ame~ica~

"(6) 'inven~ion' means any Inventio~ o~ discove~y

which is o~ may be ~atentable O~ otheLwise p~ote~table

unde~ ~hls ~i~le, oc any novel vaciety of plant whioh is

or, may be ~~otectable unde~ the Plant Va~iety Protection

'Act (7 U.S.C. 2321 et seG.)~

"(7) '~~actical a~plicatio~' means to ma~ufactu~e

(In the case of a composition O~ product), to practice

. (in ~he case of a p~ocesso~ method), or to operate (in

the case of a mach1ne--or system), in each case, under

such condi~ions as to establish that ~he invention is

being utilized and that its benefits a~e, to the extent

pe~mitted by ~awo~ Government regulations, available to

the public on eeasonable teems or th~oUgh ~easonable

licensing a~cangements;

"(8) 'seccetaeY' means the secretary of Cbrn~eroe or

his or her designee; and

"(9) 'subject invention' @eans any invention of a

contrac~or conceived or first actually reduced to

practice in the perfo~mance of wor~ under-a contract:

I~QYig~~, That, in the case of a vaciety of plant, the

date of determination (as defined in section 41 (d) of

the ?lan~ Vaciety Protec~ion Act (7 U.S.C. 2401 (d» must

also occur ju~ing the period of contract perfocrnanoe.

"S 214. £esponsibilities

"(a) The seo~etary is authocized to issue regulations

rihich rr:ay be maGe ap~licable to all FedeLal agencies

i~ple~er.ting t~e p~ovisi~ns of this chapter, and the

Secretary shall ~~osc~~~e s~anj3Ld ~a~ent eights p~ovisio~s

fo: ~se ~nce~ ~~is cha~~eCG The. Legu13tions ~~~ ~he 5tandacd

paten~ ~ights ~~ovisiJns sr.all be sujjec: to ~ubllc ~o~~ent

befoce thei~ iSSUance.
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1 of paragra~h (1) of subsec~ion (a) of ~his sec~ion, ~~e

2 agency shall, within 3~ days after the award of the
;

3 applicable con~cac~, file wi~h ~he secretary a copy of each

4 such deter~ination. In the case of a detec~ination under

5 subsection (a) (3) of ~his sec~ion, ~he s~a~effien~ shall

6 include an analysis supporting the deter~ination and

7 jU;3~ifyir.g ~he limi~ationsand condl-tions being i~posed. If

8 the Seccetary believes that any individual determination oc

9 patternp~ determinations is contrary to the terms, policy,

10 or objec~ives of ~his Ac~, the Secre~acyshall so advise ~he

11 head of the agency concerned and the Administrator and

12 recommend corrective actions.

13 "(2) Whenever the Administrator has determined that one

14 or more FedeLal agencies aLe u~ilizing the authori~y of

15 paLagraph (2) or (3) of subsection (a) in a manner that is

16 con~rary to the terms, policy, or objectives of this Act, the

,17 Administrator is authorized to issue policies, procedures,

18 'and ,guidelines desccibitig classes of situations in which

19 agencies may not utilize Lhe provisions of paragraph (2) or

20 (3) of SUbsection (a).

21, "(c) In accordance with ~he regulations to be issued by
, .

22 the Secretary, after public comment, each contract that the

23 Governmen~ or any Federal agency acting on behalf of the

24 Government, Toay enter into shall employ a patent rights clause

25 containing appropria~e provisions to effectua~e the

25 following:

27 "(1) ~hat ~he contcactor disclose each subject

23 invention within a reasonable time afteL it is maje and

29 ~ha~, upon Leq~est, the con~caCtoL will assign the

30 GoveLnment title to any subject inventio~ not disclosed

31 within such ti~e;

32 ,. (") tna· u.... 'o-- Th'" ....ov"rn-~-. "-. ... - ac"uir-o rf to"n o'- • L., It..l.. ..... :::;,;:; ........-= "< __ • ,~...... J. Il::t.:;. ~ ...............

33 ~ight LC title un~er. SU~SEction (3) ~: tjis secti~n--

34 .. (A) t~e CO'1tLactO[ :ri2.<;2 2. ;'Ti~te:1 election,· as
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to the rete~ti~n ~f title to the subject invention

~ \

~
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2

3

4

5

6

7

8

9

10

within a reasonaDle tl~e after 1isclosure under

paragraph (1) ~f this su~section;

~'(3) the Gove~n~ent may, upon ~equest, Lecelve

title to any subject invention in any countries in

which the contractor has not elected to retain title

within such ti~e;

"ce) a contractor eleoting to retain title to a

s~bject invention ~ill file patent applicati~ns

within reasonable ti~es; and

11 .. CD) the Govern;;:ent may, "upon request, receive

12 title to any subject invention in any countries in

13 which the contractor has failed to file patent

14 applications within the reasonable times specified

15 pursuant to subparagraph ce) of this subsecLion;

16 "(3) that with respect to any subject invention" to

17 which a contractor elects to retain title, the United

18 States shall have Ctinless additional rights have been

19 taken under subsection (a) of this section) a

20 nonexclusive, nontransferrable, irrevocable, paid-up

21 license to make, use and sell the subject invention

22 throughout the world by or on behalf of the United

23 States: ErQ~ig~g, That the contract may provide for such

24 additional rights, including the right to assign or have

25 assigned foreign patent rights in the invention, as

26 determined by the agency as necessary fo~ rneetin~ the

27 obligations of the United States under any t~eaty or

28 other international a;ceement, ar~angement of

29 coo~eLation, me~ocanjum of understanding, OC simllaL

30

31

32

33

international ac~angeme~t, including military ag~ee~ents

relatir,g to weapons jevelo~",ent and production;

"(4) that the a;ency. may re~ui~e w~itten ce~octs on
~~------........

the com~er~ial use O~ oth~L for~s 8£ ~tillz3tion ~~
- [

~..;-

-:J,- ,} \

Y
~/..6:.,;J" •

~ e,,&:
~o

34 eifor~3 Lo~a~j ob~aini~; co~~e~cicl ~tiliza~io~ Ti3de by

----'--~"-----""--------"---------"
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34

the ContLaCtOc OL its licensees oc assignees ~ith Lespect

to any subject inventichto ~hich the cotLaetoL elects

title, pULsuant to this section: R(Qy!~gg, That any such

Le~oLt, as well as any infoLmation on utilization of

effocts towaLd obtaining utilization obtainej as paLt of

a proceeding undec section 216 of this title, shall be

tLeated by the FedeLal agency as commercial OL fina~cial

information obtained feom a person and privileged OL

confid~ntial and not subject to disclosure under the

FLeedom of Information Act (~ U.S.~.552):

"(5) that tne ContL2ctoL, in ihe event a United

States patent application is filed by OL on its behalf or

by any assignee of the contcactor, will include within

the specification of such application and any patent

issuing thereon, a statement speCifying that the

invention was made with Government SUPPOLt and that the

Governmment has certain rights in the invention:

"(6) that the contractor, in cases when it does not

elect to eetain title to a subject invention, shall

Letain a nonexclusive, royalty free, paid-up, wocldwide

license, inclUding the right to sublicense affiliates,

subsiaiaries, and existing licensees to whom the

contractor is legally obligated to sublicense In any

subject invention to which the Government obtaines title,

which license snall be cevocable only to the extent necessary

foe the Government to grant an exclusive license: K(Qy!gggL

hQ~QYQ(, That the contractor shall not be entitled to such a

license if the contractoc has fraudulently failed to disclose

the subject invention; and

•• (7) such otheL administrative cequicements that the

Seccetacy deteLmines to ~enecessacY to effectuate the

eights of the Govecn~ent as.specified in this chapter,

~hich aLe not in~onsisten~ ~iLh ~his cha~~eL.

•• (d) Agencies ace aut~oLized to include awacds t~

____-'- .__," ~ "•. , . • • ~_.:.__~_.~." ..~c-'-
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inventions;

det€ew:ines that--

"(A) the intee€sts of the United States and the

ceeaticr. Oe ~aintenance of si~~a~ions inconsistent With

•

"(3) In making deteeminations undee paeagc3ph (1) af

eeseaecn pLograms; and

Govecn~ent-sponso[ed exp2Limental,'develo~me~tal,O~

(includir.~ themcst highly qualifiea pecsons) in the

"(9) fcstecin; co~peti~ion anj Preventing tne

"(E) peomoting the commeecial utilization of such

ceseaech peoQeams in the shoetest peacticable time;

the benefits of the expeeimental, developmental, 0::-

"(A) encoueaging wide availability to the public of

"(e) encoueaging pacticipaticn by peivate pees~ns

oe equipment to the wOek peefocmed undee the contcact., .

~onteactoc Dc othec sponsoe Oe joint ventueec is ee~uiced

"(5) the contcact involves casponsoced, cost-shaeing

geneeal pUDlic will be best seLved fheLEiDY;· ac

,. (e).(1) A Fedeeal agency may, at any time, waive all Oe

"(1) The agency shall maintain a eecocd, which shall be

to make a substantial contcibution of funds, facilities,

oe joint ventuee ::-esea::-ch 0::- development and the

,
following objectives:

available to the public and peLdicdicallyupdated, of

detecminations made undee paeageaph (1) of this subsection.

this subsection, the agency shall considec at least the

undae a cQnt::-act Oe class of conte acts if the agency

oe class of subject inventions made oe which may be made

any pact of the eights of the United States undee this

agency initiatln~ a statuto::-y invention disclosuce, the

filing of a patent application, o~ issuance of a patent.

section Oe section 216 of this title to any subject invention

invento::-s tc stimulate ::-epo::-ting 6f su!:>ject inventions as an

allowable ele"-ent of cost if SUCh cepa::-tin~ cesults in the

1

2

>
3

4

5

6

7

9

9

10
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15
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17
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25
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.'

------~---_.~~------------~-_. ~~
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1 the antitrust laws of t~e UnitaG States.

2 "(4) With respect to· contracts in Nhich an agency

> 3 invoKes paragraphs (1) t~~ough (3) of subsection (a) of

4 section 215, a Feder-al agency may~· after a subject inve:1tion

5 has Deen ioentified, waive any ll~its or- additional

6 restrictions or conditions placed on a cont~acto: beyond

7 those set forth in sections 215 and 21f and ~ay allow the

8 contractor to retain t~e license rights set forth in

9 sUbsect.iof'! (c) (5) of this section if such license rights

10 we:e otherwise limited in the contract~

11 "(f) If a contractor- does not elect to retain worldwide

12 title to a subject invention, the Federal agency may consider

13 and. after conSUltation with the contractor. grant requests

14 for retention of rights by the inventor- on such terms and

15 conditions as the.agency deems appropriate. subject to

16 section 216 of this Act.

17 "(g) In any case when a F~deral employee isa coinventor

18 of any subject inventiori. the Faderal agency employing such

19 coinventor is. authorized to transfer or assign Whatever
•

20 rights it may acquire in the subject invention fro~ its

21 employee to the contractor subject to the same conditions set

22 forth in this title as are applicable to the rights the

23 contractor derived through its own contract.

24 "§ 216. Macch-in ~ights

25 "(a) Where a contractor has elected to retain ~itle to a

26 subject invention under section 215 of this title. the

27 Federal aGer.cy shall have ~he right (unless waived under

28 subsec~ion (d) of section 215 of this title). ~u~sua~t to

29 policies, procedu~es, ant guidelines of ~he Secreta~y an~

30 subject to the ~Lovision3 of subsection (D) of tnis section.

31 to gcant O~ ceGui~e the contLacto~ DC his asSig~2e L~ ~~a~t a

32 n~~exclusive, pactially 2x81~sive, OL eXGlusive lice~se LO 5

33 responsitle ~~~lican~ O~ applic~~:s, u~on te~~s ~~as8~2tle

3U unde~ the ci~cums~3nce5, it t~e head of ~he 3~e~=y O~ 015·
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1 designee detecmines th3L such action is nece55a~y--

S.L.C.
" \

;

2

3

"(1) because the contractcr, assignee, ~r licensee

has not taken, or is not expected to take within a

4 ~easonable time, effective ste~sto achieve .practical

5 applicaticn of the invention;

6 "(2) to alleviate serious he?lth or safety neejs

7 w~ich a~e not reasonably satisfied by the contractor, his

8 assignees or licensees; or

9 "'(3) to meet ~equi~ements.fo~ public use specified

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

by Fede~al regulation which are not reasonably satisfied

by the contractors, his assignees or licensees.

"(b) A determination made pursuant to this section shall

not be considered a contract dispute and shall not be subject

to the Contract Disputes Act (41 U.S.C 601 et seq.). Any

c~ntracto~ adversely affected by a determination under this

section may, at any time within 6'21 days after the date the

deteC'mination 'is issuej, file a petition in the United States

Claims'fourt, Which shall have jurisdiction to determine the

m~tter'de novo and to affIrm, reverse, or modify as

appropriate, the determination of the Federal agency.

"S 217. Background rights

"Ca) Nothing contained in this chapter shall be

construed to deprive the owner of any background patent or of

such'rights as the owner may have under such patent.

"(b) No contract shall contain a provision allowing a

Federal agency to require the licensing to third parties of

27 inventions owned by the contcactoc that are not subject

28 inventions unless such pC'ovision has been appcoved by the

29 agency head and a wcitten jusLi:ication has been signed by

30 such agency head. Any such provision will clearly staLe

31 whetheC' the licensing may be reGuired in connecti~n with the

such provisions O~ LO sign tne

invention, a specifically identifiedi

I
I
I,
I

,~-

32

33

34

pracLice of a subjecL

woc~ o~ject, cr both.

authocity to approve

mh",..:.. 1; __ agency head ~ay not dele;ate the
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1 justificati:>n e2:JuiLed !:Jr such peovisions.

2 "(c) A Federal age~~y will not require the licensing :Jf

i
3

.
third paeties un deL any such pr~vision unless the agency head

.4 deteimines that the use of the invention by :Jthers is

5 necessaey.lcr the peactice of a subject invention ~r for the

6 use of a WaCK object of the conteact and that such acti:Jn is

7 necessary to achieve peactical application of the subject

8 invention or wack object. Any such determination will be ~ade

9 on the eecord after an opportunity for an agency hearing, and

13 the conteactor shall be given peompt n:Jtification of the

11 deteeminati:Jn by certified or eegistered mail.".

12 (0) The table of chaptees foe title 35, United States

13 Code, is amended by adding immediately after the ite~

14 eelating to chapter 18 as redesignated heeein the following:

"19. Patent eights in inventions made with Federal
assistance by othee than small business fiems or
nonprofit organizations.".

section 201 (e):

(3) in section 2e2 (a), by a~ending clause (i) to

aftee "title" in section 201 (d);

(1) by adding "oe any novel vaeiety of plant which

£[QYlg~Q, That in the case of a, , .

(~) ~y aS2~~ing .section 232 (t) tc read as f~ll~ws:

(2) by adding

.. ~ (b) (1) The ric;rlts of t.he Gover-n:Ti-=nt. under:- ;J3["ag["3.p~

located in the Unitej States: a~d

in the Uni~eG States or Goes not have a place of ~usiness

U.S.C. 2401 (d») must also occur durin~ the period of

read as follows: "(i) when the contractor is not l:Jcated

vaeiety of plant, the date of determination (as defined

con~ract peefocmance" immediately after "agcee~ent" in

in section 41 (d) of the Plant Vaciety Protection Act (7

Peotection Act (7 U.S.C. 2321 et seq.)" immediately

is oe may be protectable under the Plant Vaeiety

(c) ~haptee 18 of title 35, United States Code, as

eede5ignated heeein, is amended--

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

30

31

32

.'

.<
..

•
________0 • __
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1· (a) of this sec~ion shall not be eX9~cised by, a Fede~al

-------

of section 202 (c) to read as follows:

corrective actions.

Office ·of Federal Procurement Policy, and recommend

and
~__<~~.~'~"~'_>.__-===o~_.~~._<~"""''',._,,~._."'"'''~'''''"~="~~,""'_~_"~'~=_'''~_'''''''''''='"='"'~''----''''''''''-''<''.•_~.~~_'~O''

that the Federal Government ~ay receive title to any

responsible fo~ the administration of patent matters,.::-::..:...:.:.:.::.:...::.-....:=---.::..::.:.-...::.;..;...---=-- --_..-

''(2) Tha~ th~ c~ntr3~toc mak~ a ~~itten ~le~tl~n

within 2 years ~fter disclosure tcthe Federal agency (or

subjec~ invenLion not disclosec to it ~ithin suc~ time.

after it becomes kno~n to COntraCLor personnel

invention to the Federal agency within a reasona~le time

"(1) That the contractor disclose each subject

(5) by amending subparagraphs (1). (2), (3), and (4)

authorltifs of those subparagraphs. ":

classes of situations in which agencies may not exercise the

Administrator is authorized to issue regulations describing

contrary to the policies and objectives of this chapter, the

"~2) Whenever the Administrator of the Office of Federal

pcocurement policy has determined' that one or more Federal

policies and objectives ~f this chapter or otherwise not in

within 30 days after the award of the applicable funding

conformance with this chapter, the Secretary shall so advise

determination. or pattern of determinations is contrary to the

the head of the agency concerned and the Administrator of the

paragraph (a) exists. Exce;t In th& case of paragra~h (a)

secretary of Comme~ce believes that any individual

agreement, a copy of such determination. In the case of a

incluce an analysis justifying the determination. If the

determin'ation under paragraph (a) (iil, the statement shall

agencies are utilizing the authority of subparagraph (i) or

(ii) of paragraph (a) of this section in a manner that is

conditions identified in sub~aragrapns (i) th~ough (iii) of

agency unless it fi~st determines that at least one of the

(iii), th~ agency shall file with the Secreta~y of C~mmarce,

2

>
3

4

5

6

7

8

9

10

1 1

12

13

14

15

15

17

18

19

20

21

22

23

24

25

25

27

28

29

30

31

32

33

311

'--'--~------'--------~------~~---'----~--'-----~--
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1 such additional time as ~ay be apvrov~d ~y the Federal

2 aGency) whether the contractor will-retain title to a

> 3 subject invention: ~~QY1£gQ, That in any case where

4 publication, on sale, or pUbl}p use, ha5 initiated the 1

5 year statutOry period in which valid patent protection

6 can still be obtained in the United States, the period

7 for electIon may be shortened by the Federal agency to a

a date that is not more than sixty days prior to the end of

9 the statutory period: AUg Q~QYlggQ ig~tbg~, That the

10 Federal Government may receive title to any subject

11 invention in which the contractor does not elect to

12 retain rights or fails to elect rights within su~h ti~es.

13 "(3) That a contractor electing rights in a subject

14 invention agrees to file a patent application prior to
c """""":'

15 any statu~Q~ date that may occur under this title
'-.......•_H -----

16 due to publication, on sale, or public use, and shall

17 thereafte~ file corresponding patent applications in

18 other countries in which it wishes to retain title Within-....-------.... ---
19 reasonable times, and that tff~ Federal Government may

20 receive title to any subject inventions in the United

21 States or other countries In··which the contractor has not

22 filed patent applications on the subject invention within

23 such times.

24 "(4) With respect to any invention in Which the

25 contractor elects rights, the Federal ag~ncy shall have a

26 nonexclusive, nontransferrable, irrevocable, paid-up

27 license to ~ractice or have practiced for or on behalf of

28 the United States any subject inventidn throughout the

29 world; f:~QY1;1g;;1, That: t:he funding agr:eemem: ffiay provide

3'l for such additional rights,includin9 t:he right to Clssign

31 or have assigned foreign ratent: rights in the sUbje~t

32 inv~ntion, as a~e GE~e~~ined cy Ihe a~en~7 as ne~~ssa~y

33 for- rr,eetin-;; tne obli~atiGns 'of the !Jnite:i stat.es u:1der

34 any t~eaLY, It1t~~rlatio~al a~~ee~ent, 2CC~~qe~ent af

~ ,

A~
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1

2
;

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

2a

29

30

31

32

33

34

coope~ation, ~emorancum of unce~sLanding, o~ similar

a~~an;:)elrent, inclucing rr:i1JtarYa;rreements ~elatin;:) t:>

weapons developmenL and p~ojuction.··.

(6) by adding the following new paca;r~apn at the ~nd

of section 2<l2:

"(g) A Fede~al agency may at any ti~e waive all or any

parL of Lhe ~ights of the United States under pa~agraphs (c)

(4) through (6) of this section, section 203, and section 204

of this chapter, to any subject inventions made unde!:" a

funding agreement o~ class of funding ~g~eements if Lhe

agency dete~mines (1) that the interests of the United States

and the gene~~l ~~6iiC will be best served thereny; or (2)

the funding agreement involves cosponso~ed, cost sharing or

joint venture research or venturer is required to make or has

made a substantial contribution of funds, facilities, or

equipment to the work performed under the funding agreement.

The agency shall maintain a reco~d, which shall be available

to the public and periodically updated, of determinations

made unde~ this paragraph. In making such determina~ions

unde~ clause (A) of this paragraph, the agency shall consider

at least the following objectives~

"(1) encouraging the wide availability to the public

of the benefits of the experimental, developmental, or

resea~ch program in the shortest practicable time;

"(2) promoting the commercial utilization of such

inventions;

"(3) encouraging participation by private persons,

including the most highly qualified persons, in

Govern~ent-sponsored experimental, developmental, or

cesedLch pro;rams."; and

(7) by striki~g out "may" in section 2~2 (0) (5)

and insertin;; in lieu theceof ".as well as a:1Y

infor~ation on utilization or efforts at o~tainln~

utiliz3Lion obtaine1 as pa~L of a ~~oceejing ~ndec

-'.- .. ,
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1 sec~ion 223 of Lhis ~r.apLee shall";

S.L.C.

>

2

3

(8) by steikl~g out "and which is n0t, itself,

engagec in oe does nOL hold a subsLanLial in~eLeSL in

4 ethee oeganlzations en~aged in the manufa~tuee oe sales

5 of peocucLs oe Lhe use of pcocesses ~haL migh~ uLilize

6 the invention oc be in competition with embodlme~ts of

7 'Lhe invenLion" in Clause (A) of section 202 (c) (7) and

8 by stc~king out clause (E) of section 202 (c) (7) and

9 . eedesignating clauses (C) and (D) of such section as

10 clauses "(E)" and "(C)", eespectively;

11 (9) by adding at the end of section 233 the

12 following:

13 "A detecmination puesuant to this section shall not be

14 consideeed a centeacL dispULe and shall nOL be subjecL to Lhe

15 Contcact Disputes Act (41 U.S.C. 601 et seq.). Any

15 conLeaCLoe, assignee, oe exclusive licensee adveesely

17 affected by a ~eteemination undeC this section may, at any

18 Lime wiLhin 60 days afLee Lhe deteeminaLion is issued, file a

19 petition in the United States Claims couet, which shall have

20 jueisdicLion to detecmine the mannee de novo and to affiem,

21. eeveese, oe modify as appeopeiate, thedetecmination of the

22 Fedeeal agency.";

23 (1e) by amending section 206 to eead as foll~ws:

24 "§ 206. Unifoem clauses and eegulations.

25 "The SeceeLaey of Commecce may issue eegula~ions which

26 may be made applicable to Fedeeal agencies implementing the

27 peovisions of sections 202 theough 2Z4 of Lhis chapLee and

23 shall eSLablish standaLd funding ageeement ~eovi5ions

29 ee~uiced UnJeL Lhis chap~ee. rne LegUlaLions and ~he standaLd

30 fU~ding ageee~ent shall be subject to ~ublic com~ent befoce

31 t~,=ir- issuar.:::;e.";

32 (11) by a~e~ding section 2Z7 by ajdin~ the fJllo~in~

"Foc the yU~~052 ~f assu~in~ theI

I

33

34

n o <·
' ... i"t ~acageaph a~ the end theeeof:

effective r:ana;ewent of

~--
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.- \

,

1

2
;

3

4

'5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

29

30

31.

32

33

34

Governr.:ent-:)\med inventiors, the Secretar'y is authorized to-

"(A) assist Federal agency efforts to pro~ote the

licensing and utilization of Govern~ent-ownej inventions;

"(E) assist Federal agencies In seeking ~rotection

and maintaining inventions in foreign countries,

including the ~ayment of fees anG costs connected

therewi th; and

:'(C) consult with and adVise Federal agencies as to

areas ~f science and technology research and development

with potential for co;r-;nercial utilization.' ';

(12) by amending section 208 by striking out

"Administrator of General Services" and inserting in

lieu thereof "secretary of Commerce";

(13) by amending section 209--

(A) by striking out subsection (c) (2);

(B) by redesignating subsection (~) (3) as

subsection (c) (2); and

(C) by striking out all in paragraph (d) after

"objections" an~ inserting in lieu thereof a

period; and

(14) by adding "of the United States" in section

211 after "law" •

Sec. 3. (a) Section 205 (a) of the Act of August 14, 1946

(7 U.S.C. 1624 (a», is affiended by striking out the last

sentence theceof.

(b) Section 501 (c) of the Federal Ccal Mine Health and

Safety Act pf 1963 (30 U.S.C. 951 (c» Is amended by striking

out the last sentence thereof.

(c) Section 106 (c) of the Kational Traffic and ~otor

Vehicle safety Act of 1956 (15 U.S.C. 1395 (~» is repealed.

(e) Section 12 (a) of the ~atiQn21 Science Found3ti~n Act

Qf 19Sb (u2 U.S.C. 1871 (a})i:,; repe·21ed.

(e) (1) Section 152 ':)f th-s F.tOT.lc 2ner;;y Act :Jf 195!l (42

u.s.c. 2182) is [epealej:~~Q~i~E;Lb2~~yg[L That sU8h
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1 section shall continue to be effective witn ees~ect to any

2 aoolicaticn foe a patent in which the sta~e~ent ~~dec oath

>
3 cefeeeed to in such section has been filed oe cequeste:i to be

4 filed by t.he Com:nissionee of patents 2nd Teademae!l.s peioe .to

5 the effective date of this Act.

6 (2) The.item eelat.in~ to section 152 in the table of

7 contents of the Atomic Enee,;;y Act of 1954 is amended to r23d

8 as follojls:

"Sec. 152~ Repealed".

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

2'3

26

27

23

29

30

31

32

I 33

I
i
.1

(f) The National Aeeonaut.ics and Space Act of 1958 (42

U.S.C. 2451 et seq.) is amended by--

(1) eepealing subsections (a)-(h) and (j) of section

3e5 theeeof (42 U.S.C. 2457): R~Q~iggQL h~~g~g(L That

SUbsections (c), (a), and (e) of such section shall

contlnueto be effective ~ith eespect to any application

foe pat.ents in which the written statement tefeered to in

su~s.ect.ion (c) of such section··has been filed ot"

cequested to be file:! by theCpmmissionec of Patents and

Trademaeks peioL to the effeqtlv~~date of this Act;

(2) striking out in section 306 (a) theceof (42

u.S.C. 2458 (a», "(as defined by section 305)", and by
.

stciking "t.he Inventions and Contcibutions Boaed,

established undeL section 305 of this Act" and inserting

in lieu tnereof "an Inventions and Contributions Baaed

which shall be established by the AdminisLr-atoe within

the Administration; and

(3) steiking out in section 203 {e) tnereof "(42

U.S.C. 2473 (e», the follOwing: "(including patents and

rights the~eundeL)·'.

(g) Sec~iQn 6 of the Act of July 7, 1960 (30 U.S.C. 666),

is ["epealed.

(h) Secticn u of ~he Helium 'Ast Arnent~en~3 of 1952 (50

u.s.c. 157t) is a~en=ej ~y SLLikiG~ 8~~ all ~£tec

~'utilizati~n" anc ir.se~:ing in lie~ theLeof a ;e~iod.
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1 (i) Section 32 of th~ hcm~ Ccntcol and Disacma~ent Aot

2 (22 U.S.C. 2572) is cepeale

>
3 (j) Subsection (e) of s ion 322 of the Appalachian

4 Regional Development .~ct of 1965 (-413 U.S.C. App. 302 (e» is

5 cepealed.

5 (k) Subsections (a) throu;h (k), (m), and (n) of secti~n

7 9 of the Fedecal NonnucleacEnecgy-3esearch and Development

8 Act of 1974 (42 U.S.C. 5908) ace cepealed.

9 (1) S~ction 5 (d) of the Consumec Pcoduct Safety Act (15

/
10

1 1

U.S~C 2054 (d» is cepealed.

(m) Section 3 of the Act of Apcil 5_, 1944 (30 U.S.C 323),

12 is cepealec.

13 (n) Section 8001 (c) (3) of the Solid waste Disposal Act

14 (42 U.S.C. 6981 (c) (3» is cepealed.

15 (0) Section 6 (e) ~f the Stevenson-Wydler Teohnology

16 Innovation Act of 1980 (15 U.S.C. 3705 (e» is cepealed.

17 (p) Section 10 (a) of the Act of June 29, 1935 (7 U.S.C •.
18 427i (a» is emended bystclking the last sentenoe theceof.

19 (q) Section 427 (b) of the Fedecal Mine Safety and Health

20 Act of 1977 (3C U.S.C. 937 (b» is amended by striking the

21 last sentence thec~of.

22 (el Section 305 (d) of 'the Sucface Mining Contcol and

23 Reclamation Act of 1977 (30 U.S.C. 1226 (d» is amended by

24 stciking the first two sentences theceof.

25 (s) Section 21 (d) of the Feaecal Fire Prevention and

26 Contcol Act of 1974 (15 U.S.C. 2218 (d») is cepealed.

27 (t) Section 6 (b) of the Solar Photovoltaio Energy

28 Peseacch, Development, and Demonstcetion Act of 1978 (42

29 U.S.C. 5585 (~» is amended by striking "7, a, and 9" and

313 insecting in lieu theceof 1'7 and S·'.

31 (u) Section 12 of t~e Kative Latex COTimeccializati~~ a~j

32 Ec~norr,ic Development "Ct of 1978 (7 -U.S.C. 173j) is rapealed.

33. (v) Sec:ion 4ea ~f tne ~atsc 3esea~ch anj Develop~e~t Act

•

34 of 197B (42 ~.S.C. 7879) Le;:>eale:j.
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1 (w) (1) S~c~ion 173 ~f ~n~ Uni~ed S~c~es Synthetic Fuels

2 corp~['ation Act of 1980 (42 U.S.C. 8773) is ['epealed.

>
3 (2) Tne item ['elating to section 173 in ~hetable of

,
4 sections of the Lnergy security Act (42 U.S.C. 87Z1 et seq.)

5 is amended to read as follows:

"Sec. 173. Repealed.'''.

6 Sec. 4. Nothing in this Act shall be deemed to convey to

7 any perspn immunity from civil or criminal liability, oc to

8 create an~ defense to actions, under any antitrust law of the

9 United States.

1e Sec. 5. (a) This Act shall take effect 6 months ~fter the

11 date of enactment of this AcL-----· ,-" -

12 (0) After the effective date'of this Act, each Federal

13 agency is authorized, notwithstanding any othee law goveening

14 the disposition of eights in subject inventions, to allow a

15 conteactor oc an inventoe to cetain title to subject

16 inventions made under contcacts awacded orioc to the, . _. . -

17' effec~ive date of this Act, subject to the same ~ecms and

18 ~onditions as would apply undeL~his Act had the contca~t

13 been entered into after the effective date of this Act.

20 Sec.• 6. liithin 24 months aftec the date of enact!1lent of

21 this Act and evecy two yeacs thereafter, the Seceetacy of

22 Cor.merce shall submit to congress a repor~ of the

23 implementation of chaptees 18 and 19 of title 35, United

24 States Code, including any recommendations for legislative or

25 administrative changes to better achieve the policies and

2~ objectives of such chapters.


