
MAINTENANCE FEES 2515

(e) Maintenance fee payments and-surcharge payments relat
ing thereto must be submitted separate fromany.other payments
forfees o~ charges, whethersU~mitted i~ the_rn:~ner,s~t forth ill
§ 1.23 orby an ~uthorization to ch~ge a deposit~~OUIlt. If ITI'ain~

terrance fee andsurchargepayments for'morethanone patent are
submitted together, they should be submiuedonas.few sheets.as
possible with the patent numbers listed in increasing patent num
ber Of?er-.If the_payment_~ubmitted ,is insufficie~t, to~over the
maintenance feesand' surcharges for all theiisted patents, thepay
ment.will be applied in the order the patents are listed; beginning
at the top of the listing.

(t),Nbtification of any-change in' status resulting in loss of
entitlement to .small entitystatus must beJi1~d in a patent priorto
paying, or, atthe time of pay~~g', the.earliest~ntenanc~ fee due
after thedate0D: which status as a smallentityis 1l:0 longerappro-
priate. See § 1.27(g). .

(g) .Maintenance-fees' and: surchargesrelating thereto-will not
be refunded exceptInaccordance with§§ 1.26 and 1.28(a).:

37 CPR 1.366 establishes the guidelines and proce
dures for subrnfssiou of maintenance fees; including
any necessary surcharges. The patentee may pay
maintenance fees and any necessary surcharges orany
person or organization may pay maintenancefeesand
any necessary surcharges on behalf of the patentee
without filingin the Offic", evidence of authorization
by the patentee to pay maintenance fees: This will
enable patentees to pay the.maintenance fees and any
necessary surcharges themselves or authorize some
personor organization to pay maintenance fees and
any necessary surcharges on their behalf. No verifica
tion of the authority to pay maintenance fees and any
necessary surcharges in a particular patent will be
made by the Office. While anyone may pay the main,
tenance fees and any necessary . surcharges on a
patent, if the .payment is accepted by 'theOffice, any
Office. notices relating to maintenance. fees-and •any
necessary surcharges will be. mailed to the "fee
address'tset forth in 37 CPR 1.363.Jf the payment is
not.accepted by the Office, it will be returned to the
person who subrnftted the payment ifa return address
is available.Ttis recommended that the payor should
include a return address along with his. or her tele
phone number since the Office may. contact the payor
in some mstances when it is unclear to which patent
the fees are to be applied. See MPEP §2530.

A maintenancefeeand any necessary surcharge for
a patent must be subrnftted in the amount due on the
date the maintenance fee. and any necessary surcharge
are paid, and at the proper time, i.e, within the peri
ods set forth in 37 CPR 1.362.IUhe amount of the
maintenance feeds correct on the date it is paid and

credited to the patent, a later change in the mainte
nance fees to reflect a new fee amount will not require
a modification in the amount paid. However, in order
for the maintenance fee to be cousidered paid, the
payment mustat least identify the patentnumber to
which the fee is to be credited. If the payment does
not iuclude a patent number, the payment will be
returned to the person who subrnftted the payment,
See MPEP § 2530.

.37 CPR 1.366(c) provides that a maintenance fee
payment must include the patent number and the
application number on which the maintenance fee is
being paid. If the payment includes identification of
only-the patent number (i.e., does not identify the
application number for the patent on which the main
tenance fee is being paid), the Office may apply the
payment-to the patent ideutified by patent number in
the'payment or may return the payment. See MPEP
§ 2530; The application number required to be sub"
mitted is not that of a prior parent application, but
rather the application number of the astual application
that matured into the patent for which maintenance
fees are to be paid; If the maintenance fee and any
uecessary surcharge is being paid on a reissue patent,
the application number required is that of the reissue
application.

If a patent expires because the maintenance fee and
any necessary surcharge have not been paid in the
manner required by 37 CPR 1.366, the patentee could
proceedunder 37 CFR 1.378 (see MPEP § 2590), if
appropriate.i.or could file a. petitiou under 37 CPR
1.377 (see MPEP § 2580) within the period set therein
seeking to .have the maintenance fee accepted as
timely even. though not all of the required identifying
data was present prior to expiration of the grace
period,

Under.J? CFR1.366(d),the following information
should alsobesubmitted for each patent on which a
maintenance fee or surcharge is paid (37 CPR
1.366(d»:

(A) the Fee Year (e.g., 3 112, 7 1/2, or 11 1/2 year
fee); .

(B) the aIIl0unt. of the maintenance fee and any
surcharge being subrnftted;

(C) any assigned customer number; and

. (0) whether small entity status is being changed
or claimed with the payment.
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2520 MANUAL OF PATENT EXAMINING PROCEDURE

Where the payment is a maintenance fee and any
necessary surcharge on a reissue patent, in addition to
the information requested for all payments, it is
requested that the original patent number be fur
nished. Although the submission of the information
requested under 37 CPR 1.366(d) is not mandatory, it
would expedite the processing of mainteuance fee
payments.

The Maintenance Fee Transmittal Form, PTO/SBI
45 should be used when submitting maintenance fees.
This form is available, upon request, from the Status
and Entity Division. It is also available from the
USPfO website (http://www.uspto.gov).

The Office processes fees in the order in which they
are.presented. If the payment submitted is insufficient
to cover the maintenance fees and surcharges for all
patents listed, and there is no authorization to charge a
deposit account or a credit card, the payment will be
applied in the order the patents are listed, beginning at
the top of the listing.

2520 Maintenance Fee Amounts

37 CPR 1.20(e)-(h) sets the fee amounts for the
mailltenance fees and the grace period surcharge. The
maintenance fee amounts are subject to adjustment to
reflect fluctuations occurring in the Consumer Price
Index pursuant to 35 U.S.C. 41(1). The maintenance
fee amounts (37 CPR 1.20(e)-(h)) are subject to a
50% reduction for small entities pursuant to 35 U.S.c.
4l(h). The Status and Entity Division and the USP1'O
website (www.uspto.gov) may be contacted for the
current maintenance fee amounts.

37 CFR 1.366(g) provides that maintenance fees
and surcharges relating thereto will not be refunded
except in accordance with 37 CPR 1.26 and 1.28(a). A
patentee cannot obtain a refund of a maintenance fee
which was due and payable on thepatellt. Any dupli
cate payment will be refunded to the fee address;

2522 Methods of Payment

The method of payment for the maintenance fee
and any necessary surcharge is set forth in 37 CPR
1.23. The payment shall be made in U.S. dollars and
in the form of a cashier's or certified check, Treasury
note, national bank notes, or United States Postal Ser
vice money order as provided in 37 CPR 1.23(a). If
the maintenance fee and any necessary surcharge is
sent in any other form, the Office may delay or cancel

the credit until collection is made. For example, a per
sonal or other uncertified check drawn on a U.S. bank
that is not immediately negotiable, e.g., because it
lacks a signature or due to insufficient funds, will not
constitute payment of a maintenance fee andlor sur
charge.

The maintenance fee can be charged to a credit card
as set forth in 37 CPR 1.23(b), but credit for the pay
ment is subject to actual receipt of the fee by the
Office. Credit Card Payment Form (PfO-2038)
should be used for payment of fees by credit card. If
credit card information is provided on a form or docu
ment other than the form provided by the Office for
the payment offees by credit card, the Office will not
be liable if the credit card number becomes public
knowledge. See MPEP § 509.

Any remittance from a foreign .country must be
payable and immediately negotiable in the United
States for the full amount of the maintenance fee and/
or surcharge required.

37 CPR 1.366(b) provides that maintenance fees
and. any necessary surcharge may be paid by authori
zation to charge a deposit account established pursu
ant to 37 CFR 1.25. The authorization to charge the
deposit account must be submitted within an appro
priate window or grace period and must be limited to
mailltenance fees and surcharges payable on the date
ofsubmission. The authorization to charge the deposit
account cannot be submitted prior to the third, sev
enth, or eleventh year after grant of the patent. If an
authorization to charge a deposit account were sub
mitted to pay the maintenance due at 3 years and 6
months after grant. a new authorization to charge a
deposit account or other form of payment will have to
be submitted atthe appropriate time for each of the
maintenance fees due at 7 years and 6 months and 11
years and 6 months. Any payment or authorization
filed at any time other than that set forth in 37 CFR
1.362(d), (e), or (1) will not serve as a payment of the
maintenance fee, except insofar as a delayed payment
of the maintenance fee is accepted by the Commis
sioner pursuant to 37 CFR 1.378. See MPEP § 2590.
A payment of less than the required amount, a pay
ment in a manner other than that set forth in 37 CPR
1.23, or the filing of an authorization to charge a
deposit account having insufficient funds, will not
constitute payment of a maintenance fee on a patent.
The authorization is required to permit the immediate

August2001 2500-6



MAINTENANCE FEES 2530

charging of the maintenance fee to the deposit
account. An authorization would be improper if it
only authorized the maintenance fee tobecharged ata
later date, e.g., on the last possible day of payment
without surcharge, Such an authorization would not
serve as payment of the maintenance fee. Any pay'
ment.which fails to result in the entire proper amount
of the maintenance fee being present on the due date
will not constitute payment of the maintenance fee.

Maintenance fee payments and any surcharges
relating thereto must be submitted separately fro

IIl
any other payments for fees or charges, whether sub"
mitted in the manner set forth in 37 CPR 1.23 or by
authorizationto charge a deposit account. 37 CPR
1.366(e). Maintenance fee payments and surcharge
payments relating' thereto that are commingled with
payments for other fees or charges, e.g., application
filing fees, issue fees, documentsupply fees, etc., will
notbe. accepted. Maintenance fees require processing
by a separate area of the Office and are not processed
in thesame manner as otherfees and charges: Mainte
nance fees for a number of patents can be submitted
together in one submission andone payment. 37 CPR
1.366(e) specifies that if maintenance fee payments
for more tharione patent are submitted together.they
should be submitted on as few sheets as possible, list
ing the patentnumbers in increasing patent number
order. If the payment submitted is insufficient to-cover
the maintenance fees and any surcharges for all the
listed patents, the payment \Vill beapplied in the order
the patents are listed. In such a circumstance the
maintenance fee and any surcharge for one or more of
the last listedpatents will not be paid.

Moneyorders andchecks must be made payable to
the Commissioner of Patents and Trademarks. Remit
tances from foreign countries must be payable and
immediately negotiable in the United States for.the
fullamount required.

It is not suggested that cash be sent by mail. How
ever, if cash is sent it will be at the risk of the sender
and should be sent via registered mail.

2530 Informalities

PATENT NUMBER MISSING

Ifthe maintenance fee payment does not include a
patent number (e.g., includes only an application

number), the payment will be returned to the person
who submitted the payment.

APPLICATION NUMBER MISSING OR
INCONSISTENT WITH PATENT NUMBER

The Offic~intel1ds to tre",tIIlaintellance fee pay
ments that identify the patent number without its
proper corresponding application number as follows:

(A) a reasonable. attempt will be made to contact
the person who submittedthe payment (e.g., patentee
or agent) to confirm the patent number andapplica
tion number of the patent for which the maintenance
fee is being paid;

(B) if such an attempt is not successful but the
payment includes at least a patent number, the pay
ment will be processed as a maintenance fee paid for
the patent number provided, and a letter will be sent
by the Office identifying the patent number and appli
cation number to which the maintenance fee was
posted. The letter will set a period of time within
which to file a petition under 37.CPR 1.377 along
with the petition fee if the maintenance fee was not
posted to the patent for which the payment was
intended: The letter will be mailed to the "fee address
for maintenance fee purposes" specified in 37 CPR
1.363.

PAYMENT LATE OR INSUFFICIENT

Examples of when a payment ?f maintenance fees
and any necessary surcharges willbe considered to be
late or insufficient include instances when:

(A) Though a payment was received, additional
funds are required due to surcharge or fee increase;

(B) Though a payment was received in an amount
for small entity, the patented file records do not indi
cate that. an assertion of small .entity status was
received; or-

(C) The payment was received after the patent
expired.

If the Office considers a payment to be late or
insufficient, a notice will be sentto the "fee address
for maintenance fee purposes" (see 37 CPR 1.363)
provided the grace period provided by 37 CPR
1.362(e) has not expired. Reply to the notice is
required prior to expiration of the grace period in
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2540 MANUAL OF PATENT EXAMINING PROCEDURE

order to avoid the expirationof the patent. If a reply is
not received prior to expiration of the patent, then .an
appropriate petition under 37 CFR 1.377 or 37 CFR
1.378 is required. See MPEP § 2580 and § 2590.

2540 Fee Address for
Maintenance Fee Purposes

37 CFR 1.363. Fee addressfor maintenancefee purposes.
(a) All notices, receipts,refunds, and othercommunications

relating to paymentorrefundof maintenance fees will be directed
to the correspondence 'address used during prosecution of the
applicationas indicated in § L33(a) unless:

(1) A ·"fee address" for purposes of payment of.mainte
nancefees is set forth when submitting the issue fee, or

(2) A change in the correspondence address for all pur
poses is filed afterpayment of the issue fee, or

(3) A "fee address" or a change in the "fee address" is
filed for purposes of receiving notices" receipts and other corte
spondence relating to the paymentof maintenance fees after the
payment ofthe issue fee, in which instance, the Iatest such address
will be used.

(b) An, assignment of a patent application or patent does not
result in a change of the "correspondence address" or "fee
address" for maintenance fee purposes.

All notices, receipts, refunds and other communica
tionsrelating to the payment or refund of a mainte
nance fee will be directed to the correspondence
address used during the prosecution of the applica
tion, unless a "fee address" for the purpose of pay
ment of the maintenance fee has been designated or a
change in the correspondence address has been made
(see MPEP § 2542). 37 CPR 1.33(d) allows a corre
spondence address or change thereto to be filed dur
ing the enforceable life of the patent. Patentees should
ensure that the Office is properly notified of the
proper "fee address" to which all maintenance fee
communications are to be directed.

Under the statutes and rules, the Office has no duty
to notify patentee of the requirement to pay mainte
nance fees or to notify patentee when the maintenance
fee is due. It is solely the responsibility of the patentee
to ensure. that the maintenance fee is paid timely to
prevent expiration of the patent. The failure to receive
the reminder notice will not shift the burden of moni
toring the time for paying a maintenance fee from the
patentee to the Office. The Office will attempt to
assist patentees through the mailing of a Maintenance
Fee Reminder in the grace period. However, the fail
ure to receive a Maintenance Fee Reminder willuot
relieve the patentee of the obligation to timely pay the

appropriate maintenance fee to prevent expiration of
the patent, nor will it constitute unavoidable delay if
the patentee seeks to reinstate the patent under
37 CFR 1.378(b). See In re Patent No. 4,409,763,
7 USPQ2d 1798 (Comm'r Pat. 1988), aft'd sub nom:
Rydeenv. Quigg, 748 F. Supp. 900, 16 USPQ2d 1876
(D.D.C. 1990), off'd, 937 F.2d 623 (Fed. Cir. 1991)
(table), cert. denied, 502 U.S. 1075 (1992). Mainte
nance fee correspondence will not be directed to more
than one address.

.The "Fee Address" Indication Form, PTO/SB/47,
and the Request for Customer Number Form, PTOI
SB/125, are suggested when requesting establishment
of a "Fee Address" or the assignment of a "Customer
Number." The "Fee Address" Indication Form, PTOI
SB/47,.is available, upon request, from the Status and
Entity Division and from the USPTO website
(www.uspto.gov). Requests for the establishment of a
"Fee Address" should be submitted to the Status and
Entity Division prior to or at the time of payment of
maintenance fees in order to ensure that receipt of
payment is directed to the fee address. See MPEP
§ 403 conceming requests for a Customer Number.

Additional patent numbers may be assigned to a
"Customer Number" at any time, with a written
request.

The "Customer Number" of the Fee Address should
be referred to on all future maintenance fee payments
in order to expedite the payment.

2542 Change of Correspondence
Address

Unless a fee address has been designated, all
notices, receipts, refunds, and other communications
relating to the patent will be directed to the correspon
dence address (37 CPR 1.33) used during the prose
cution of the application. Practitioners of record when
the patent issues who do not wish to receive corre
spondence relating to maintenance fees must change
the correspondence address in the patented file or pro
vide a fee address to which such correspondence
should be sent. It is not required that a practitioner file
a request for permission to withdraw pursuant to 37
CFR 1.36 solely for the purpose of changing the cor
respondence address in a patented file.

The correspondence address should be updated or
changed as necessary to ensure that all communica
tions are received in a timely manner. A change of
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MAIN1'ENANcE FEES 2575

correspondence address may be made as provided in
37CFR1.33(a). The correspondence address may be
changed as provided in 37 CPR 1.33(a)(1) prior to the
filing of an oath or declaration. After an oath or decla
rationhas been executed and filed by 'at least one
inventor, the correspondence address may be changed
as provided in 37 CPR l.33(a)(2). • " , "

Requests for a change of the correspondence
address may be sent to the o.ffice of Public Records,
Document Services Division, Special Handling
Branch during the enforceable life of the patent. To
ensure accuracy and to expedite requests for change to
the correspondence address, it is suggested that the
requestincludeboth the patent number and the appli
cation nurnbetForrn PTO/SB/l:22 may be used to
r\,quest, aichange.of correspondence address in a
patent application. FOnn PT()/SB/123

111aybe
used to

request a change of correspondence address for an
issued p,atent.

2550 SmallEntity Status

In order to establish small entity status for the pur
poseofpaying a maintenance fee, a written assertion
of entitlement.to.small entity status must be filed prior
to or with the maintenance fee paid as a small entity.
A written assertion is only required to be filed once
and willremaineffective untilchanged.

37 CFR l.366(f) serves as a reminder to patentees
of the necessity to check for the lossofsmall entity
status prior to paying each maintenance-fee on a
patent. This is also a requirement of 37 CPR 1.27(g).
'[he notification of any change in status resulting in
loss of entitlement to small entity status must be filed
in a patent prior to paying, or at the time of paying,
the earliest maintenance feeldue after the date on
which status as a small entity is no longer appropriate.
If status as a small entity has been previously estab
lishedby filing an assertion of small entity status and
such status is checked. and found-to be proper;no noti
fication is required. It is not necessary to file anew
assertion establishing small entity status at this' point
ifthe status as a small entity has been established and
is -still.propereven if rights have been transferred to a
small entity after the assertion of smallentity status.
The requirement is to notify the Office of the loss of
entitlement and to pay the maintenance fee .inthe
properamount for other than a small entity .where
appropriate. The refund provisions of37CFR1.28(a)

for later submitted small entity assertions do applyto
maintenancefees. .

2560 Revocation oLPower of Attorney
and Withdrawal ofAttorney

The revocation or withdrawal ofan attorney may be
submitted at any time; bowever.dt.is.recommended
that it be.done well prior to the datea maintenance fee
is due.

When processing a revocation of apower of attor
ney, th\' Office of Public ~ecords,Document Services
Division, Special Handling Branch forwards copies of
the completed action to the requester and the attorney
being removed. Also, a copy is placed in the patent
file wrapper.

When processing a withdrawal of an attorney, the
Office of Public Records, Document Services Divi
sion, SpecialHandIing Branch forwards copies of the
completed actionto the attorney and the patentowner;
Also, a copy is placed in the patent file wrapper. .

It should be noted that an assignment does not act
as a revocation ofpower of attorney for authorization
previously given. However, the' assignee may revoke
a previous power of attorney. See 37 CFR 3.71 and
3.73..

2570 S~tusRequests

The Status and Entity Division will respond to
requests for the status of patents. Status can .. be
requested by telephone or by facsimile. Telephone
status requests are limited to. two patent numbers .per
telephone call. Maintenance fee .information for a
patent can also be accessed through an automated
voice response system. ·SeeMPEP § 1730 for, the
telephone and facsimile numbers.

The Status and Entity Division has a form avail"
able; for the user's convenience, when submitting
requests in person or via facsimile.

2575 .Notices

Under the statutes and the regulations, theOfflce
has no duty to notify patentees when their mainte
nance fees are due. It is the responsibility of the paten
tee to ensure that the maintenance fees are paid. to
prevent expiration of the patent. The Office will, how
ever; provide some notices as reminders that mainte
nancefees .are ·due, but the .notices, errors in the
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2580 MANUAL OF PATENT EXAMINING PROCEDURE

notices or in their delivery, or the lack or tardiness of
notices will in no way relieve a patentee ,from the
responsibility to make timely paYtI\ent of each main.
tenance fee to prevent the patent from expiring by
operation of law. The notices provided by the Office
are courtesies in nature and intended to aid patentees.
The Office's provision of notices in no way shifts the
burden of monitoring the time for paying maintenance
fees on patents from the patentee to the Office.

PREPRINTED STANDARD NOTICES
. .

The patent grant currently includes .: a reminder
notice that maintenance fees may bedue. The Notice
of Allowance currently includes a reminder notice
that maintenance fees may be due.

OFFICIAL GAZETTE NOTICE

A notice will appear in each issue of the Official
Gazette which will indicate which patents have been
granted 3, 7,and 11 years earlier, that the window
Period has opened, and that maintenance fee pay
ments will now be accepted for those patents.

Another Official Gazette notice published after
expiration of the grace period will indicate any patent
which has expired due to nonpayment of maintenance
fees and any patents which have been reinstated. An
annual compilation of such expirations and reinstate
ments will also be published.

MAINTENANCE FEE REMINDERS

Since patentees are expected to.maintain their own
record and docketing systems and since it is expected
that most patentees will pay their maintenance fees
dnring the window period to avoid payment of a sur
charge, the Office will not send any reminder notices
to the patentee until after the grace period has begun.
This will reduce and simplify the mailing of notices
but still give patentees an opportunity to pay their
maintenance fee with surcharge d~ring the grace
period before expiration of their patents; The Office
will mail any Maintenance Fee ReIUinder to the fee
address as set forth in 37 CFR 1.363. See MPEP §
2540.

RECEIPT NOTICES

The Office will issue a receipt for payment of main
tenance fees after entry of the maintenance fee pay-

ment. Such a receipt will provide an opportunity for
the patentee.to check if the Office has properly cred
ited the payment. The original document submitted by
the patentee when paying the maintenance fee will
also be appropriately marked and returned to the fee
address as.set forth in 37 CPR 1.363

EXPIRATION NOTICES

The Office will mail a Notice of Patent Expiration
to the fee address as set forth in 37 CPR 1.363 when
Office records indicate that a patent has expired for
failure to pay a required maintenance fee.

2580 Review of Decision Refusing . to
Accept and Record Payment of a
Maintenance Fee Filed Prior to
Expiration of Patent

37 CFR 1.377. Review of decision refusing to accept and
record payment of a maintenance fee filed prior to
expiration ofpatent.

(a) Any patentee who _is dissatisfied with the refusal of the
Patentand Trademark Office to accept and record a maintenance
fee which was filed prior to the expiration of the patent may peti
tion the Commissioner toaccept and record the maintenance fee.

(b) Any, petition -under -this -section -must be -filed -within 2
months of the action complainedof, or within such other.time as
may be set in the action complainedof, and must be accompanied
by the fee set forth in § 1.17(h).Tbe petition may include a
request that the petition fee be refunded if the refusal to accept and
record the maintenance fee is determined to result from an error
by the Patent .andTrademark Office.

(c) Any petition filed under this section. must comply with
the requirements of § 1.181(b) and must be signed by an attorney
or agentregist~red to practicebefore the Patent and Trademark
Office, or by the patentee, the assignee, or other party in interest.

37 CFR 1.377 provides a mechanism for review of
a decision refusing to accept and record payment of a
maintenance fee filed prior to the expiration of a
patent. 37 CFR 1.377(a) permits a patentee who is
dissatisfied with the refusal of the Office to accept and
record a maintenance fee which was filed prior to the
expiration of the patent to petition the Commissioner
to accept and record the maintenance fee. This peti
tion may be used.for example, in situations where an
error is present in the identifying data required by 37
CFR 1.3.66(c) with the maintenance fee payment, i.e.,
either the patent number or the application number are
incorrect. See MPEP § 2515 and § 2530. A petition
under 37CFR 1.377 would not be appropriate where
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there is a complete failure to include at least one cor"
rect mandatory identifier as required by 37 CFR
1.366(c) for the patent since no evidence would be
present as to the patent on which the maintenance-fee
was intended to be paid. If the maintenance fee pay
ment with an-incorrect mandatory identifier was made
near the end of the grace period, the patent might
expire since the Office would not credit the fee to the
patent. A petition under 37 CFR 1.377 would not be
appropriate where the patentee paid a maintenance fee
on one patent when the patentee intended to pay the
maintenance fee on a different patent but through
error identified thewrong patent number and applica
tion nnmber. Likewise,a petition under 37 CFR1.377
would not be appropriate where the entire mainte
nance fee payment, including any necessary sur
charge, was not filed prior to expiration of the patent.

Any petition filed under 37CFR 1.377 must be
filed within 2 months of the action complained of, or
within snch other time as may be setinthe action
complained of. The petition must be accompanied by
the proper petition fee. The petition may include a
request that the petition fee be refunded if the refusal
to accept and record the maintenance fee is deter
mined to have resulted from an error by the Office.

Any petition filed under 37 CFR 1.377 must com
pi)' with the requirements of 37 CFR 1.181(b) and
must be signed by an attorney or agent registeredt()
practice before the Office, or by the patentee, the
assignee, or other party in interest. Aperson or orga
nization whose only responsibility insofar, as the
patent is concerned is the payment of a maintenance
fee is not a party in interest for purposes 37 CFR
1.377. If the petition is signed by a person not regis
tered to practice before the Office, the,petition must
indicate whether the person signing the petition is the
patentee, assignee" or other party in mterest.. An:
assignee must comply with the requirements of 37
CFR 3.73(b) which is discnssed in MPEP § 324.

Any petition under 37 CFR 1.377 shouldbe marked
on the front page of the communication to theatten
tionof the Office of Petitions and addressed as fol
lows:

Assistant Commissionerfor Patents

BoxDAC

Washington, D.C.20231

2590 Acceptance of Delayed Payment of
Maintenance Fee in Expired Patent
to Reinstate Patent

37 CFR 1.378. Acceptance of delayed payment of
maintenance fee in expired patent to reinstate patent.

(a).TheCommissioner mayaccept thepaymentof anymain
tenance fee due on a patent after expiration of the patent if, upon
petition, the delay ill payment of the maintenance fee is .shown to
the satisfaction of the Commissioner to have been unavoidable
(paragraph (b) of this section) or unintentional (paragraph (c) of
this section) and if the surcharge required by§ 1.20(i) is paid as a
condition of accepting payment of the maintenance fee. If the
Commissioner accepts payment of themaintenance fee upon peti
tion, the patent shallbe ccnsidered as not having expired, butwill
be subject to the conditions set forth in 35 U.S.C.41(c)(2).

(b) Any petition to accept an unavoidably delayed paymeut
of amaintenancefee filedunder paragraph (a) of thissectionmust
include:

(I) the required maintenance fee set forth in §1.20 (e)-(g);
(2) the surcharge setforth iu § 1.20(i)(l): and
(3) a showing that the delay was unavoidable since rea

sonable care was taken. to ensure thatthe maintenance fee would
be paid timely and that the petition was filed promptly after the
patentee was notified of, or otherwise becameaware of, the expi
ration of-thepatent. The showing must enumerate the stepstaken ;
to ensure timelypayment of themaintenance fee, thedateandthe
manner in whichpatentee became aware of the expiration of the
patent, andthesteps taken to file the petition promptly.

(c) Any petition to accept an unintentionally delayed pay
ment of a maintenance fee filedunder paragraph (a) of thissection
mustbe filed within twenty-four months after the six-month grace
period provided in § 1.362(e) aud must include:

(l)' the required maintenance fee set forth in § 1.20 (e)-
(g):

(2) the surcharge set forth in § 1.20(i)(2); and
(3) a statement that the delay in payrnent.of.the mainte

nancefee was unintentional.
(d) Any petition under this section must he signed by an

attorney or, ~gent registered' io practice before.. the Patent and
Trademark Office" orby thepatentee, the assignee, or other party
in interest.

(e) Reconsideration of a decisionrefusing to accept a main
tenance fee. upon' petition filed pursuant to paragraph (a) of this
section may be obtained by filing a petition. for reconsideration
within twomonths,?f, or suchother timeas setin,the decision
refusing to accept the delayed payment of the maintenance fee.
Any suchpetition forreconsideration mustbe accompanied by the
petition fee'set.forth in § 1.17(h). Mter decisionon the petition for
reconsideration, no further reconsideration orreview of thematter
will be undertaken by the Commissioner. If the delayed payment
of the maintenance fee is not accepted,..the maintenance fee and
the surcharge set f0rtil in § 1.20(i) will be refunded following the
decisionon the petition forreconsideration, orafter theexpiration
of the time forfilingsuch a petition for reconsideration, if noneis
filed. :Anypetition fee under this sectlon will. not be refunded
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unless the refusal to -accept.andrecord the maintenance fee is
determined to result from an error by the Patent and Trademark
Office.

37 CFR l.378(a) provides that the Commissioner
may accept the payment of any maintenance fee due
on a patent .based on an expiration of the patent if,
upon petition, the delay in payment of the mainte
nance fee is shown to the satisfaction of the Commis
sionerto have been unavoidable or unintentional. The
appropriate surcharge set forth in § 1.20(i) must be
paid as a condition of accepting payment of the main"
tenance fee. The surcharges set at 37 CPR 1.20(i) are
established pursuant to 35 U.S.C. 41(c) and, therefore,
are not subject to small entity provisions of 35 U.S.C.
41(h). No separate petition fee is required for this
petition. If the Commissioner accepts payment of the
maintenance fee upon petition, the patent shall be
considered as not having expired but will be subject to
the intervening rights and provisions of 35 U.S.c.
41(c)(2).

Any petition under 37 CFR l.378(b) orIc) should
be marked on the front page of the communication to
the attention of the Office of Petitions and addressed
as follows:

Assistant Commissioner for Patents
BoxDAC
Washington, D.C. 20231

Any petition under 37 CPR 1.378 must be signed
by an attorney or agent registered to practice before
the U.S. Patent and Trademark Office, or by the pat
entee, the assignee, or other party in interest. A person
or organization whose only responsibility insofar as
the patent is concerned is the payment of a mainte
nance fee is not a party in interest for purposes of 37
CFR 1.378. If the petition is signed by a person not
registered to practice before the Office, the petition
must indicate that the person signing the petition is
the patentee, assignee, or other party in interest. An
assignee must comply with the requirements of
37 CPR 3.73(b) which is discussed in MPEP § 324.

37 CFR 1.378(e) provides a mechanism for obtain
ing reconsideration of a decision refusing to accept a
maintenance fee upon petition filed pursuant to para
graph (a). This mechanism is a petitionfor reconsider
ation which maybe filed within 2 months of, or such
other time as set in, the decision refusing to accept the
delayed payment of the maintenance fee. In contrast

to petitions filed under paragraph (a), the petition for
reconsideration requires the petition fee set forth in 37
CFR 1.17(h). After a decision on the petition for
reconsideration, no further reconsideration or review
of the matter will be undertaken by the Commissioner.
The maintenance fee and the surcharge submitted will
be refunded if the delayed payment of the mainte
nance fee is not accepted. The refund will be made
following the decision on the petition for reconsidera
tion, or after the expiration of the time for filing such
a petition for reconsideration, if none is filed. The
petition fee for filing a petition for reconsideration
will not be refunded unless, on reconsideration, the
refusal' to accept and record the maintenance fee is
determined to resnlt from an error by the Office.

UNAVOIDABLE DELAY

37 CFR l.378(b) provides that a patent may be
reinstated at any time following expiration of the
patent for failure to timely pay a maintenance fee. A
petition to accept late payment of a maintenance fee,
where the delay was unavoidable, must include:

(A) the required maintenance fee set forth in 37
CFR 1.20(e)-(g);

(B) the surcharge set forth in 37 CPR 1.20(i)(I);
and

(C) a showing that the delay was unavoidable
since reasonable care was taken to ensure that the
maintenance fee would be paid timely and that the
petition was filed promptly after the patentee was
notified of, or otherwise became aware of, the expira
tion of the patent.

The required showing must enumerate the steps
taken to ensure timely payment of the maintenance
fee, the date and the manner in which patentee
became aware of the expiration of the patent, and the
steps taken to file the petition promptly. Furthermore,
an adequate showing requires a statement by all per
sons with direct knowledge of the cause of the delay,
setting forth the facts as they know them. Copies of all
documentary evidence referred to in a statement
should be furnished as exhibits to the statement.

As language in 35 U.S.C. 41(c)(l) is identical to
that in 35 U.S.C. 133 (i.e., "unavoidable" delay), a
late maintenance fee for the unavoidable delay stan
dard is considered under the same standard for reviv
ing an abandoned application under 35 U.S.C. 133.
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See Ray v. Lehman, 55 F.3d 606, 608'09, 34 USPQ2d
1786,1787 (Fed. Cir. 1995) (quoting In re Patent No.
4,409,763, 7 USPQ2d 1798, 1800 (Comm'r-Pat.
1988), aff'd sub nom. Rydeen v. Quigg, 748F. Supp:
900,16 USPQ2d 1876 (D.D.C. 1990); tiff'd, 937F.2d
623 (Fed.Cir. 1991) (table), cert. &nied,502 U.S.
1075(1992)). See MPEP § 711.03(c)for a general
discussion of the "unavoidable" delay standard.

As 35 U.S.C. 41(c) requires the payment of fees at
specified intervals to maintain a patent in force, rather
than some response to a specific action by the Office
under 35 U.S.C. 133, a reasonably prudent person in
the exercise of due care and diligence would have
taken steps to ensure the timely payment of such
maintenance fees. Ray,55 F,3d at 609, 34 USPQ2d at
1788. That is, an adequate showing that the delay in
payment of the maintenance fee·· at issue was
"unavoidable" within the meaningOf35 U.S.C. 41(c)
and 37 CFR 1.378(b)(3) requires a showing of the
steps taken to ensure the timely payment of the main
tenance fees for this patent Id. Thus, where the record
fails to disclose that the patentee took reasonable
steps, or discloses that the patentee took no steps, to
ensure timely payment of the maintenance fee, 35
U.S.C. 41(c) and 37 CFR l.378(b)(3) preclude accep
tance of the delayed payment of the maintenance fee
under 37 CFR l.378(b).

In view of the requirement to enumerate the steps
taken to ensure timely payment of the maintenance
fee, the patentee's lack of knowledge of the need to
pay the maintenance fee and the failure to receive the
Maintenance Fee Reminder do not constitute unavoid
able delay. See Patent No. 4,409,763, supra. See also
Final Rule entitled "Final Rules for Patent Mainte
nance Fees," published in the Federal Register at 49
Fed. Reg. 34716, 34722-23 (August 31,1984), and
republished in the Official Gazette at 1046 Off. Gaz.
Pat. Office 28, 34 (September 25, 1984). Under the
statutes and rules, the Office has no duty to notify pat
entees of the requirement to pay maintenance fees or
to notify patentees when the maintenance fees are
due. It is solely the responsibility of the patentee to
assure that the maintenance fee is timely paid to pre
vent expiration of the patent The lack of knowledge
of the requirement to pay a maintenance fee and the
failure to receive the Maintenance Fee Reminder will

not shift the burden of monitoring the tirne for paying
a maintenance fee from the patentee to the Office.

Thus, evidence that despite reasonable care on
behalf'of the patentee and/or the patentee's agents,
and reasonable steps to ensure timely payment, the
maintenance fee was unavoidably not paid, could be
submitted in support of all argument that the delay in
payment was unavoidable. For example, an error in a
docketing system could possibly result in a finding
that a delay in payment was unavoidable ifit were
shown that reasonable care was exercised in desigriing
and operating the 'system and that the patentee took
reasonable steps to ensllre that the patent was entered
into the system to ensure timely payment of the main
tenance fees.

UNINTENTIONAL DELAY

Public Law 102-444 amended 35 U.S.C.41(c)(I) in
1992 to permit the Commissioner to accept late pay
ment of any maintenance fee filed within 24 months
after the 6-month grace period, if the delay in pay
ment is shown to the satisfaction of the Commissioner
to have been unintentional. See MPEP § 711.03(c) for
a general discussion of the "unintentional" delay stan
dard.

In addition to the timeliness deadline set forth in the
preceding paragraph, a petition filed under the unin
tentional standard of 37 CFR 1.378(c) must include:

(A) the required maintenance fee set forth in 37
CFR 1.20 (e) through (g);

(B) the surcharge for an unintentionally expired
patent as set forth in 37 CFR 1.20(i)(2); and

(C) a statement that the delay in payment of the
maintenance fee was unintentional.

A person seeking reinstatement of an expired patent
should not make a statement that the delay in payment
of the maintenance fee was unintentional unless the
entire delay was unintentional, including the period
from discovery that the maintenance fee was not
timely paid until payment of the maintenance fee. For
example, a statement that the delay in payment of the
maintenance fee was unintentional would not be
proper when the patentee becomes aware of an unin
tentional failure to timely pay the maintenance fee
and then intentionally delays filing a petition for rein
statement of the patent under 37 CFR 1.378.
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2591 InterveningRights in
Reinstated Patents

Intervening rights in reinstated patents are provided
by 35 U.S.C. 41(c)(2) which is reproduced in MPEP
§ 2501. No patent, the term of which has beenmain
tained as a result of the acceptance of alate payment
of a maintenance fee, shall abridge or affect the right
of any person or his or her successors in business who
made, purchased, imported, or used after the 6-month
grace period but prior to the acceptance of the late
maintenance fee anything protected by the patent, to
continue the use or importation of, or to sell to others
to be used or sold, the specific things made, pur
chased, imported, or used. A court before which such
matter is in question may provide for the continued
manufacture, use, importation, or sale of the thing
made, purchased, imported, or used as specified, or
for the manufacture, use, importation, or sale of which

substantial preparation was made after the 6-month
grace period but before the acceptance of the late
maintenance fee, and it may also provide for the con
tinued practice of any process, practiced, or for the
practice of which substantial preparation was made,
after the 6-month grace period but prior to the accep
tance of the late maintenance fee, to the extent and
under such terms as the court deems equitable for the
protection of investments made or business com
menced after the 6"month grace period but before the
acceptance of the late maintenance fee.

2595 Forms

The following forms are suggested when submit
ting a maintenance fee or establishing a fee address
for maintenance fee purposes. "Maintenance Fee
Transmittal Form," Form PTO/SB 45; and '''Fee
Address' Indication Form," Form PTO/SB/47.
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PTO/SBl4S (01-01)
Approved for usethrough12/3112002. OMS0651·0016

U.S.Patent andTrademark OffICe;.U.S. DEPARTMENTOF COl

2595

,UIlI.lCl ..UIllI r-d wur", N:lUuvuurl~"tU'"lIl10, IlQ ~~rll UlftKI rc IWPOIlO 10 8COlltlClllJfl or Iflrormallon unl8SS II OISDISVS a vallO UMts control nemeer.

MAINTENANqEFEETRANSMITTAl,FORM
Address to: I herebycertifythattills colTElspondE!"<:e is~illg_depos~ with theUnited, States
Assistant CommisslonerJor Patents Postal.5ervice withsufficientpostageas first c1ass:mail inan envelope addressed to
BoxM Fee &Assistant Commissioner for Patents,Box M Fee,WashingtonD.C. 20231-
Washington, D.C.20231 on

Signature

Typed orprintec:l name
... . ....

Enclosed her~ith is me payment of themalntenance feejs) for Ihelisted patent(s):

1. 0 Acheck lor theamount of$ for the full payment of the maintenance fee(s)and any necessary
surcharge:.on,the following,patents is enclosed.

2. 0 The9()mmissloneri~h,ereby.authorized to charge'$ .'' .... to coverthe payment of the fee(s)
indicated belOYi t~ D~P9s~A,ccount No.

3, 0 TheCommissioner is herebyauth,orizedto charQ~ :~,nY."deficie~cyin the. pay,r:~ent of the required fee(s):or credit
anyoverpayment to Deposit'AccduntNo. ,'," ,." ',' '," .' .

4, 0 Payment bycreditcard.Form PTQ-2038 is attached.

-InformatiOn reqiJiredby ~7 CFR'1.366(c)(oolurT1nsf& 4j,'lnformatlon requested under 37CFR1.366(d) (columns 2,3,5,& 6)
Maintenance Surcharge U.S.Applk:ation Payment Year '. Small

Item Patent FeeAmount Amount Number- Entity?
Number- '(31'CFR1'.20(e)-(;» , ,. (37 CFR: 1.20

(061555,555] 5
. (h)·(I» H

.. 1 2 4
..

3:5 yrs 7.5yrs 11.5vrs,' •3 .

1 .. .
.

;2
..

3
. . . .. . . .

4
.....

. ... ..'.... . .. .. .. .,.',. ... ., .. " .. .
<

. .

5 . / ...... <, ..

• .
SubIolaIt_CoIumn. 2& 3

I
Total payment :0 __addIUonal8heet8 attached for Osting a<:Iditional patents.

WARNING:lnformatl.on Onthis form may become public. Credit card information should not
be Included on this form. Provide credit card Information and authorization on PTO·2038.

RespeCtfUlly submittecr-:

Customer's name:

Telephone:

Fax:

Customer's Signature.:

'Note. -All correspondence will be forwarded to the"FeeAddress· or to the"Correspondence Address· if no "FeeAddress"
haG been provided. 37CFR 1.363, . . . .. . .., < ..... ,
"Payment of smallentityfee is appropriate if smallentitystatusstillexists, see37 CFR1.27(g). To establish small entity

~ status:or to ctll!i!nge statusfrom·smi;lU to.large entity, notethe requir.e.ments of.37CFR1.27 and1;33{b).
-wHEREMAINTENi\NCE FEE PAYMENTSi\RETO BEMADE BYi\\.JTl;IQRlZATION rOCHARGE A DEPOSIT
ACCOUNT, BOTH CUSTOMER'S NAME AND SIGNATURE ARE REQUIRED. . .. .. ... .

Burden Hoor StatemenI,Thlsco1lec:t1on OfInformation is:required by'37 CFR:1.366. ThlalnformaUOn lS'used"bythe pUblic to (utimlt (and by the USPTOto
process) payment of palentmaintenancefees. Confidentiality 18 govEimed by 35 U.S.C.122 and37 CFR:1.14. this coIlecllonIsestlmaled to takeO.08houi'8lo
complete, Including gatheling,'preparing, and submitting'me. complete ,payment Ofmalntanancefees.·Tlmewlhary depending on the individual case; Any
comments on theamountof t1mllYOu requireto complete th18 form andJor suggestlon8 for reducing this burdenshoUld be sent to the Chief Information Offlcer,
U.S; Patent and Traderilatk:omce, U.S.'Department Of Cprnine«ie,'washIngton, DC'20231. DO NOT SEND FEES OR:COMPLETED FORMSTO THIS
ADDRESS. SENDTO:AssistantCommissioner for Patents, 'Nashlngton; DC20231;
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PTO/SBl47 (10-00)
Approved for usethrough1213112002. OMB 0651-0016

U.S.PatentandTrademark Ofllce;'U.S.DEPARlMENT-OFCOMMERCE
Underthe Paperwork Redl.icl:lon Actof 1995, no persons 8l'8requlred to respond 10a collection of Information unless.lt displays e,valid OMScontrol number.

( ".FEE ADDRESS" UIIDICATlbN FbRM )

Address to:
Assistant Commissioner for Patents
BoxM. Fee
Washington, D.C. 20231 ..
Please recognize as the"FeeAddress" undertheprovisions of 37CFR 1.363 the folloWing address: .':

. . . ' .. . '.o Customer Number I I •Type CustomerNumberhere Place Customer Number Bar
OR Code Labelhere

0 Request for Customer Number (PTOISB/125) attached heretp
.. .' .

OR

o Finmor .
'. '.

Individual Name .
Address· . .

.Address ..
City . I State I I Zip I ..

Country . . . . . ...

Telephone I Fax I . .

in the following listedapplication(s) for which the IssueFeehasbeen paidor patent(s).

PATENT NUMBER APPLICATION NUMBER
(If known} - I··

. . .

(check one) .. ,. .. . .

o Applicant/Inventor
Signature

o Attorney or Agentof record
.

(R<!g. No.) Typed or printed name

o Assignee of record of theentireinterest. See
37CFR3.71. Statement under37 CFR3.73(b)
is enclosed. (Fonm PTO/SB/96) Customer's telephone 'number

o Assignment recorded at Reel ___Frame.__. _
...•.. ' .

. ,. Date
NOTE: Signatures'ofall the inV::~lrsor asslgrieesofrecordof the'entireinterestoi'thelr representative(s) are required. Submit
multiplefonnsif more:thatone $ natureIs required, seebelow*. ' '- , ,

o '"Total of formsaresubmitted. ,,' =- •.' .

Burden Hour Statement: Thill collection of In,fonnatlon luequired.by 37 CFR1.383. Thiainformationis usedby the publiC to aubmit(andby the USPTO to
proceSS) payment of patent maintenance fees. Confidentiality Is govemed.by.-35U.S.C, 122,and37 CFR 1.14.This coliection,18e~imated to take 0.08
minutesto complete, including gathering, preparing; and submitting the complelepaymentof maintenance-fees. 11me will vary depending on the individual
case, Any comments on the amount·of-.tlme-you requIre to complete; this form·arnlforsuggestions' for'reducing this burden, should_be .sent to the Chief
InfomlationOflicer,'U.S. PatentandTrademarkOfllce,U;$. Department ofcommerce,-wsshington, DC 20231:·00 NOT SENDFEESOR COMPLETED
FORMSTOTHISADDRESS. SENDTO: Assistant Commlssloner for Patent8; washington, DC20231.
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Chapter 2700 Patent Terms and Extensions

2755.02

2754.03

2754.02

2759
2760

*****

*****
For applications filed on or after.June 8, 1995, Sec

tion 532(a)(l) of the Uruguay Round AgreementsAct
(Pub.L. 103-465, 108 Stat. 4809 (1994)) amended
35 U.S.C.. 154 to provide that the term of a patent
(other than a design patent) begins on the date the
patent issues and ends on the date that is twenty years
from the date on which the application for the patent
was filed in the United States or, if the application
contains a'specific reference to an earlier filed appli
cation or applications under 35 U.S.C. 120, 121, or
365(c), twenty years from the filing date of the earli
est of such application(s). This patent term provision
is referred to as the "twenty-year term." Design pat
ents have a term of fourteen years from the date of
patent grant. See 35 U.S.C 173 and MPEP § 1505.

All patents (other than design patents) that were in
force on June 8, 1995, or that issued on an application
that was filed before JuneS, 1995, have a term that is
the greater of the "twenty-year term" or seventeen
years from the patent grant. See 35 U.S.C. 154(c). A
patent granted on an international application filed

(2) TERM.-Subject to.the payment of fees under this
title, such grant shall be for a termbeginning on the date on which

the.patentIssues and endi~g 20 y~ars from the date on which the
application for thepatent was filed in the United States or, if the
application containsa-specific referenceto anearlierfiled applica
tion or applications under section 120, 121, or 365(c) ofthistitle,
from the date on which the earliest such application wasfiled .

(3) PRIORITY,-Priority under section 119, 365(a), or
365(b) of this title shall not be, taken into account in determining
the term of a patent.

(c) CONTINUATION.-
(1) DETERMINATION.~Tbe term of a patent that is in

force on or that results from ail application filed before the date
thatis emonths after the date, of the. enactment of the .Uruguay
Round.Agreements Act shall be.the great~rof the 20~yearterm as
provided in subsection (a), or 17 years from grant, _subject to any
terminal disclaiiners.

(2) REMEDffiS.-The remedies of sections 283, 284,
and285 of this title shall notapply toacts which-

(A) were commenced or for Which substantial invest
ment was made before the date that is 6 months after the date of
the enactment ofthe UruguayRound Agreements-Act; and

(B) became infringing by reason of paragraph (1).

(3) REMUNERATION.-The acts referred to fn para
graph(2) may be continued only upon the 'payment of an equitable.
remuneration to the patentee that is "determined in an action:
brought under chapter 28 and chapter 29{other than those provi
sions excluded byparagraph (2)) of this title.

2763
2764

35 U,S.c. 154. Contents and term ofpatent; provisional
rights.

(a) INGENERAL.-

*****

Patent Term
Term Extensions or Adjustments
for Delays Withiuthe USPTO
Under 35 U.S.C. 154

2720 Applications Filed Between
.June 8, 1995, and May 28, 2000

2730 Applications Filed On or After
May 29, 2000; .Grounds for Adjustment

2750 Patent Term Extension for Delays at other
Agencies Under 35 U.s.C. 156

2751 Eligibility Requirements
2752. . Patent Term Extension Applicant
2753 Application Contents
2754 Filing Date
2754.01 Deadlinefor Filing an ApplicationUnder

35 U.S.C. 156(d)(1)
Filing Windowfor an ApplicationUnder
35 U.S.C. l56(d)(5)'
Filing of aRequest for an ExtensionUnder
35 U.S.C. l56(e)(2)

2755 EllgilJilityDetel"lllinlltion
2755.01 Interim Extensionof Patent Term Dnring the

Processingof the Application
Interim Extensionof Patent TerinBefore
ProductApproval

2756 Correspondence Between the USPTO and the
Regulatory Agency

2757 Regulatory Agency Determination of the
Length of the Regulatory Review Period

2757.01 Due DiligenceDetermination
2758 Notice ofFinal Determination· Calculation of

Patent Term Extension
Certificate of Extension of Patent Term
Trade Secret, Confidential, and Protective
Order Material

2761 Multiple Applications for Extension of Term of
the Same Patent or of Different Patents for the
Same Regulatory Review Period for a Product

2762 Duty of Disclosure in Patent Term Extension
Proceedings .
Limitation of Third Party Participation
Express Withdrawal of Application for
Extension of Patent Term

2701 Patent Term

2701
2710
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before June 8, 1995, and which entered the national
stage under 35 U.S.C. 371 before, on or after Jurie 8,
1995, will have a term that is the greater of seventeen
years from the date of grant or twenty years from the
international filing date or any earlier. filing date
relied upon under 35 U.S.C. 120, 121 or 365(c). The
terms of these patents are subject to reduction by any
applicable terrIlinal disclaimers (discussed below).

CONTINUING APPLICATIONS

A patent granted on a continuation, divisional, or
continuation-in-part application that was filed on or
after June 8, 1995, will have a term which ends
twenty years from the filing date of earliest applica
tion for which a benefit is claimed under 35 U.S.C.
120,121, or 365(c), regardless of whether the applica
tion for which a benefit is claimed under 35 U.S.c.
120, 121, or 365(c) was filed prior to June 8, 1995.

INTERNATIONAL APPLICATIONS

A patent granted on an international application
filed on or after June 8, 1995 and which enters the
national stage under 35 U.S.C. 371 will have a term
which ends twenty years from the filing date of the
international application. A continuation or a continu
ation-in-part application claiming benefit under
35 U.S.C. 365(c) of aninternational application filed
tinder 35 U.S.C. 363 designating the United States
will have a term which ends twenty years from the fil
ing date of the parent international application.

FOREIGN PRIORITY

Foreign priority under 35 U.S.C. 119(a)-(d), 365(a),
or 365(b) is not considered in deterrIlining the term of
a patent. Accordingly, an application claiming priority
under 35 U.S.C. 365(a) or 365(b)has a term which
ends twenty years from the filing date of the applica
tion in the United States and not the prior international
application.

DOMESTIC PRIORITY UNDER 35 U.s.C. 119(e)

Domestic priority under 35 U.S.c. 119(e) to one or
more U.S. provisional applications is not considered
in the calculation of the twenty-year term. See
35 U.S.C. 154(a)(3).

EXPIRATION DATE OF PATENTS WITH TER.
MINAL DISCLAIMERS

To determine the "original expiration date" of a
patent subject to a terrIlinal disclaimer, it is generally
necessary to examine the language of the terrIlinal dis
claimer in the patent file history. If the disclaimer dis
claims the terrIlinal portion of the term of the patent
which would extend beyond the expiration date of an
earlier issued patent, then the expiration date of the
earlier issued patent determines the expiration date of
the patent subject to the terrIlinal disclaimer. Before
June 8, 1995. the terrIlinal disclaimer date was printed
on the face of the patent; the date was deterrIlined
from the expected expiration date of the earlier issued
patent based on a seventeen year term measured from
grant. When 35 U.S.c. 154 was amended such that all
patents (other than design patents) that were in force
on June 8, 1995, or that issued on an application that
was filed before June 8, 1995, have a term that is the
greater of the "twenty year term" or seventeen years
from the patent grant, the terrIlinal disclaimer date as
printed on many patents became incorrect. If the ter
rIlinal disclaimer of record in the patent file disclaims
the terrIlinal portion of the patent subsequent to the
full statutory term of a referenced patent (without
identifying a specific date), then the date printed on
the face of the patent is incorrect when the full statu
tory term of the referenced patent is changed as a
result of 35 U.S.C. 154(c). That is, the referenced
patent's "twenty year term" is longer than the seven
teen year term. In such a case, a patentee may request
a Certificate of Correction under 37 CFR 1.323 to
correct the information printed on the face of the
patent. However, if the terrIlinal disclaimer of record
in the patent file disclaims the terrIlinal portion of the
patent subsequent to a specific date, without reference
to the full statutory term of a referenced patent, then
the expiration date is the date specified. Several deci
sions related to disclaimersare posted in the Freedom
of Information Act (FOIA) section of the US!'TO
Internet site (www.uspto.gov).

PATENT TERM EXTENSIONS OR ADJUST·
MENTS

See MPEP § 2710, et seq., for patent term exten
sions or adjustments for delays within the
USPfO under 35 U.S.c. 154 for utilityand plant pat
ents issuing on applications filed on or after June 8,
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1995.Patentsthatissue from applications filed before
June 8, 1995,are not eligible for term adjustment
under 35 U.S.C. 154.

See MPEP § 2750 et.. seq. for patent term exten
sions available under 35 U.S,C. 156 for premarket
regulatory review. The patent term extension that may
be available under 35 U.S.C. 156 for premarket regu
1atory review is separate from and will be added to
auy extension that may be available under former aud
current 35U.S.C 154. While patents that issue from
applicatious filed beforeJune8, 1995, are not eligible
for term adjustment under 35 US.C. 154, such patents
may be extended under 35 U.S.C. 156.

2710 Term, Extensions or Adjustments
for Delays Within the USPTO
Under 35 U.S.C.154

Utility and plaut patents issuing on. applications
filed on or after June 8, 1995, but before May 29;
2000, .are eligible .for the patent tetmadjustment
(extension) provisions of former 35U.S;C. '154(blaud
37 CFR 1.701. See MPEP § 2720. Utility aud plaut
patents issuing op applications filed on ?r after May
29, 2000 ar.e eligi.b1.e for.the patent. term. a..djustment
provisions of 35 U.S.C.154(b)(amended,effective
May 29, 2000) aud 37 CFR 1.702-1.705. See MPEP
§ 2730.

Plant and utility patents .issuing on applicati?ns
filed before June 8, 1995 which have a.term thatis the
greaterofthe "twenty-year term" (seel\tiPEP § 2701)
or seventeen years from patent grautare not eligible
for term ~)(tension or adjustment due to delays in pro
cessing the patent application by the United States
Patent aud Trademark Office.

Since the term of a design patent is not affected by
the length of time prosecution takes place, there are
no patent term. adjustment provisions fordesign pat"
ents.

2720 Applications Filed Between
June 8, 1995, and May28, 2000

Former 35 V.S.c. 154. Contents and term ofpatent.

*****
(b) lERMEXTENSION.-

(1) INTERFERENCE DELAY OR SECRECY
ORDERS.-If theissue of an original 'patent is delayed due to a
proceeding under section 135(a) of this title, 'or becausethe appli-

cation for patent is placed under an order pursuantto section 181
of this title, the term ofthe patent shall-be extended-for the period
of delay, but in no case more than 5 years.

(2) EXlENSION FOR APPELLATE REVIEW. -c-If.the
issue of a patent-is delayed due to appellate-review by. the Board
of Patent Appeals and Interferences or by a Federal court and the
patent-is issued.pursuant to.a decision in-the review reversing an
adverse.determination ofpatentability, the term of the patent shall
be extended for a:periodof time but in no case more than 5 years.
A patent shall not be eligible, for 'extension .under this paragraph if
it is subject to a terminal disclaimer due to the issue of another
patent, claiming subject matter that is' not patentably distinct from
that under appellate review.

(3) LIMITATIONS.-'-.,.The period of extension referred to
in paragraphtzj-;

(A).shall includelinyperiod beginoingon the date on
which an appeal is, filed under section 134 or 141' of this title, or
on which an action is commenced under section 145 ofthis title,
and ending on the date of a final decision in favor ofthe applicant;

(B) shall be reduced by any time attributable to appel
late review before the expiration of -3 years, from the filing date of
the applicationfor patent; and

(C) Shall be reduced for the period of time during
which the, applicant for patent did not act with due diligence, as
determined by the Commissioner.

(4) .LENGfH .OF EXlENSION._The total duration
of all extensions of a patent under this subsection shallnot exceed
5 years.

*****

37 CFR 1.701. Extension of patent term due to
examination delay under the Uruguay Round Agreements
Act'(original applications, other than designs, filed on or
after June 8,1995, and before May 29,2000).

(a) A p~te~t, othe!than for designs, issued on an application
filed on or after June 8,-1995, "is entitled to extension of the patent
term if the issuance of the,patent was delayed due to:

(I) Interference proceedings under 35 U.S.C. 135(a); and!
or

(2) The' .applicatiori being 'placed 'undei" a secrecy order
under 35 U.S.C. 181;and/or

(3) Appellatdreviewby the.Board of Patent Appeals and
Intefferences or bya Federal court under 35 U.S.C. 141 or 145, if
the patent was issued pursuantto a decision reversing an adverse
deterrnlnati~,n of~at~~tabilityand'ifthe patent is~ot SUbject to' a
terminal disclaimer due to the issuance of another patent claiming
subjectmatter that is not patentably distinct from that under appel-
late review. ' ,

(b) The term of a, pate~t .enti~~d ,to e~tension under, para
graph (a),of this ,section shall ~~ -extend~~ for th~ su~ of the peri
ods of delay calculated under paragraphs (c)(l), (c)(2), (c)(3) and
(d) of this section, to the extent that these periods are not overlap
ping, up to alllaximum of five years. The extension will run from
the expiration date of the patent.

(c)(I) The period of delay under paragraph (a}(l) of this sec
tion for an application is the sum of the following periods, to the
extent that the periods are not overlapping:
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(i) Withrespect to each-interference in which the appli
cation was involved,the number of days, if any, in the period
beginning on the date the interference was declared or redeclared
to involve the application in the interference and ending on the
date that the interference was terminated.with respect to the appli
cation;and

{ii) Thenumber of days; if any; in theperiod beginning
on the date prosecution in the application was suspended by the
Patent and Trademark Office due, to 'interference proceedings
under 35 U.s.C. 135(a)'llot involving the application and ending
on thedateof thetermination of the.suspension.

(2) The period of delay under paragraph (a)(2) of this sec
tion for an application is the sum of the following periods, to the
extent that the periods are not overlapping:

(i) The number of days, if any, the application was
maintainedin a sealed condition:under35 U$;C.181;

(ii) The number of days, if any, in the period begin
ning on the date of mailing of an examiner's answerunder§ 1.193
in the applicationunder secrecy orderand ending on the date the
secrecy orderand any renewal thereof was removed;

(iii) The number of days, if any, in the period begin
ning on the date applicant was notified that an interference would
be declared but for the secrecy order and ending-on the date the
secrecy order and any renewal thereof was removed; and

(iv) The number of days, if any, in the period begin
ning on the date of notification under § 53(c) -and ending on the
dateof mailing of the notice of allowance under- § 1.311.

(3) The period of delay under paragraph (a)(3) of this sec
tion is the sum of the numberof days, if any, in the periodbegin
ning on the date on which an appeal to the Board of Patent
Appeals and Interferences was filed under35 U.S.c. 134 and end:"
ing on the date_ofafinal decision in favor of the applicantby the
Board of PatentAppealsand Interferences or by a Federalcourtin
an appeal under 35 U.S.c. 141 or a civil action under 35 U.S.C.
145.

(d) The period of delay set forth in paragraph (c)(3) shall be
reducedby:

(1) Any time during the period of appellate review that
occurred before three years from the filing of the first national
application for patentpresentedfor examination; and

(2) Any time during the period~f appellate review, as
determinedby the,Commissioner,during which,the applicantfor
patentdid not act with due diligence. In determining the due dili
gence of an,applicant, the Commissioner may,examine,the facts
and circumstances of the applicant's actions during the l?eriod.of
appellatereview to determinewhether,the applicantexhibited that
degree of timeiiness as may reasonably be .expected from, and
which is ordinarily exercised by, a person during a period of
appellatereview.

(e) The provisions of this sectionapply only to originalpat
ents, except for design,patents, issued on applications filed.on or
after June 8, 1995, and before May 29, 2000.

The twenty-year term of a patent issuing from an
application filed on or after June 8, 1995, and before
May 29, 2000, may be extended for a maximum of
five years for delays in the issuance of the patent due

to interferences, secrecy orders and/or successful
appeals to the Board of Patent Appeals and Interfer
ences or the Federal courts in accordance with
37 CFRJ.701. See former 35 U.S.C. 154(b), as repro
duced above. Extensions for successful appeals are
limited in that the patent must not be subject to a ter
minal disclaimer. Further, the period of extension will
be rednced by any time attributable to appellate
review within three years of the filing date of the
application, and the period of extension for appellate
review will be reduced by any time during which the
applicant did not act with due diligence. The patent
term extension that may be available nnder 35 U.S.C.
156 for premarket regulatory review is separate from
and will be added to any extension that may be avail
able under. former and current 35 U.S.C. 154. See
MPEP § 2750 et seq. 35 U.S.C.154(b) was amended,
effective May 29, 2000, to provide for patent term
adjustment for applications filed on or after May 29,
2000, but the provisions of former35 U.S.c. 154(b),
as reproduced above, continue to apply to applications
filed between and including June 8, 1995 and May 28,
2000.

Examiners make no decisions regarding patent term
extensions. Extensions under former 35 U.S.C. 154
will be calculated by PALM and will be printed on the
Notice of Allowance and Issue Fee Due. Any patent
term extension granted as a result of administrative
delay pursuant to 37 CFR 1.701 will also be printed
on the face of the patent iu generally the same loca
tiou as the terminal disclaimer information. The term
ofa patent will be readily discernible from the face of
the patent (i.e., from the filing date, continuing data,
issue date and any patent term extensions priuted on
the patent).

If applicant disagrees with. the patent term exten
sion or adjnstment information printed on the Notice
of Allowance and Issue Fee Due, applicant may
request review by way of a petition under 37 CFR
1.181. To avoid loss of patent term, however, any
such petitions filed during the pendency of the appli
cation will not be decided until after issuance of the
patent. If the petition is granted, a Certificate of Cor
rection pursuant to 37 CFR 1.322 will be issued. If an
error is noted after the patent issues, patentee may
seek correction of the patent term extension informa
tion by filing a request for a Certificate of Correction
pursuant to 37 CFR 1.322.
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*****'

35 u:s,c. 154. Contents and term ofpatent;provisional
rights.

(ni),IDlY deia{~n .:the processin.gofthe'applicati6.n'
by' the"United States Patent and Trademark' Office requested by
the applicant except as permitted by paragraph (3)(C), the term of

Petitions and Certificates of Correctlon regarding
patent term extension under former 35 U.S:C. 154(b)
should be addressed to the Assistant Commissioner
for Patents, Box DAC, Washington, D.C.;20~31.

2730 Applications Filed on or After May
29, 2000; Grounds for Adjustment

(b) ADJUSTMENT OF PATE"!T TERM.-.
(1) PATENTTE~ GUARANTEE:S,~

(A) GUARANTEE OF PROMPT PATENT AND
TRADEMARK OFfICI': RESPONSES.- Subject to the limita
tions :llDd~r paragraph (2),lf the issue of an original patent is
delayed due to th~failureofth~~<ltent.andTrad~l11ark OfficeJ~

O} p~ovid~ at least .onecf the notifications under
section 132 of this title or a notice of allowance under section 151
of this title not later than l4 months after-c.

(l) ., the date on-which 'an application wasfiled
under .section .l l.Ifa),of this title; or

(II) .the date .on which an intemanonalapplica-,
tion fulfilled the requirements of section,371 of this title;

(ii).'respond to a reply under section 132, orto an
appeal taken-under section 134, within-a months after.the.date on
which the reply was filed or the appealwas taken;

(iii} act on an application within '4 months after the
date ofa decision by the Board .of Patent Appeals and Interfer
ences under section 134 or 135 or a decision bya Eederalcourt
under section 141, 14:5, ~r 146 in a case in which allowable claims
remain in the application; or

(iv) issue' a patent within 4 months after the date:on
which the issue-fee was paid under section .lS'land all-outstanding
requirements. were satisfied, the-term of the;:p<lt~~~,shall"'~:be

extend~dl, day for each day after the end of theperiod ~~ecifiedill

clause (i), (ii), (iii), or (iv), as the case may be, until the action

described in suc~~laus~ istaken.. """ ..,
(B) GUARANTEE OF NO MORE THAN 3'YEAR

APPLICATION PENDENCY.~ Subject to the limitations urider
paragraph (2), if the issue of an original patenris delayed-due to
the, failure of .tJ:1e. United States Patent.andTrademark Office to
i~s~,e a patent' within,3 years "after the '. actualfiling .date "of the
application in the United' Sta~s,not: i~clu~ing-' .: ' . ' .: :'. :

(i), ,anY tiIIle consull1~d by continued e~~n~tiori
of the 'application requested by the applicant-under section 132(b);

, (ii) .anytime consumed by a-proceeding under-sec
tion:J35(a),any time consumed by the imposition of an order
under section I ~l, Of. any time .consumedby appellate review by
the Board of Patent Appeala and Interferences or by a Federal
court; or

the' patent shall be" extended' L" day' foreachday after the end of
that z-yearperiod.untit the patent is.issued.

(C)GUARANTEE OR ADJUSTMENTS FOR
DELAYS DUE TO INTERFERENCES, SECRECY ORDERS.
AND APPEALS.~ Subject to theIimitationsunder paragraph
(2), if the issue of anoriginalpatent is delayed'due t~

(i) a proceeding under sectiori135(a);
(ii): the imposition of an order under section 181; or
(iii) appellate review by the Board Of Patent

Appeals and Interferences orby a Federalcourt in a case in which
thepatent was issued' under a decision in the-review reversing 'an
adverse determination of patentability, the term of the' patentshall
beextended ':i day foreach day-ofthe peiidency'of the proceeding,
order, or review, as the case may be.

'(2) LIMITATIONS:~

(A)INGENIJRAL.~ To theextentthat periods of
delay :a~~utabl~,to.~~ou~ds· sp.ecified in' paragraph. (1)' overlap;
the:period'of'anY'~dj~:~tme~tgranted under tllis. subsection shall
not exceed the' actual number of days. the issuance of the-patent
was delayed. . "

(B) DISCLAIMBDTERM.-No patent the term?f
which' has been di'selah-ned beyond a. sJ?~cified da~e.ma~ be
adjusted under this section beyond the 'expiration date specified in
the disclaimer,

(C)REbtJtnON OF' PERrObOF ADJUST~
MENT.-

(i) The period of adjustment of the tenn of a patent
under paragraph (1) shall be reduced by a period equal to the
period of time during which the applicant failed to engage in rea
soriable- efforts to conclude prosecution of the application,

{ii) 'With respect-to 'adjustments to patent 'term
made under the authority of paragraph (1)(B),an applicant sball
be deemed tohave failed to engage in reasonable efforts to con
clude processing or examinationof an application for. the cumula
tive total .of any periods: of time. in excess, of:3 months that ere
taken to respond to a notice from the Office making any rejection,
objection, argument, or other request, :measuring .such. 3-month
period from the date the notice was given.or-mailed to the appli
cant.

(iiijThe Director shall 'prescribe regulations' estab
lishing the circumstances that constitute a failure of an applicant
to engage in reasonable efforts to conclude processing-or exami
nation, of an application.

(3) PROCEDURES FOR PATENT TERM ADJUST"
MENT DETERMINATION.~

(A): The Director shall prescribe regulations"establish
ing' procedures-for the application for and determination 'of patent
term-adjustments under this subsection.

(B) Under the procedures established under subpara
graph (A), the Director shall-

. (i) 'make 'a: determination-of .the period of.' any
patent term adjustment under this 'subsection, .and shall transmit a
notice. ofthat determination-with the written notice of-allowance
ofthe application under-section 151; and

(ii):ptovide thevapplicantvouevopportunity ·to
request reconsiderationofany patent .term adjustmeiit deterrnina
tion made by the Director.
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(C) The Director shall reinstate all or partof the cumu
lative period of time of an adjustment underparagraph (2)(C) if
the applicant, prior tothe.issuance of the patent, makes a showing
that; in spite of alldue care, the applicant was unable to 'respond
within the 3-month period, but in no case shall.morethan three
additional months .for each such. response beyond the original 3
month period be,reinstated.

(D) The Director shall proceed.to grant the patent after
completion ofrhe Director's determination pi a patent term
adjustment under the, .procedures established under this subsec
tion, notwithstanding, any appeal.taken by _the applicant of such
determination.

(4) APPEAL OF PATENT TERM ADJUSTMENT
DETERMINATION.-

(A) An applicant dissatisfied with a determination
made by the Director under paragraph (3) .shall haveremedy by a
civil action against the Director filedin the United States District
Court for th_e District of Columbia within 1?Odays after the grant
of the patent. Chapter7 of title.S, UnitedStatesCode, shall apply
to such action. Any final judgment resulting in' a change to the,
periodof adjustmentof thepatent term shall be served on the
Director, and the Director shall.jhereafter alter the-term of the
patent to reflect such change.

(B) The determination of a patent term .adjustment
under this subsection shall not be,subject to appeal, or challenge by
a third party prior to the grant of the patent.

*****
37 CFR 1.702. Grounds for adjustment ofpatent term due
to examination delay under the Patent Term Guarantee Act
of 1999 (original.applications, other than designs, on or
after May 29, 2000).

(a) Failure to-take certain actions.within specified-time
frames. Subject to the provisions of 35 U.S.C. 154(b)and this
subpart, the term of an original patent shellbe adjusted if the issu
ance of the-patent Was delayed due to -thefailure of the Office to:

(fjMail at least.one of a notification tinder 35 U.S.C 132
or a notice of-allowance under 35 U;S.C 151 not later than four
teen months after the date on which the application was filed
under 35 U.S.C. 111(.) or fulfilled the requirements of 35 U.S.C.
371 in an international

(2) Respond to a reply under 35 'U.S.C. '132 or to an
appeal taken under 35 U.S.c. 134 not later than four months after
the date on which the reply Was or the appeal was-taken;

(3) Act on an application not later than-four months after
the date of a decision by the Board of Patent Appeals and Interfer
ences under 35U.S.C.134or 135 or a decision by:a Federal court
under 35 U.S.C 141, 145, or 146 where at least one allowable
claim remains in the application; or

(4) Issue a patent not later than four months-after the date
on which the issue feewaspaid under 35 U.S.C. 151 and all out
standing requirements,were satisfied.·

(b) Failure to issue a patent within three years of the actual
filing date of the application. Subject to _the' provisions, of 35
U.S.C. 154(b) and this subpart, the term of an original patent shall
be adjusted if the issuance of the patent was delayed due to the
failure of the Office to issue a patent within three years after the

date on which the application was filed nnder 35 U.s.C. III(a) or
the national stage commenced under 35 U.S.C. 371(b) or (f) in an
international application, but not including:

(1) Any time consumed by continued examination of the
application under 35 U.S.C. 132(b);

(2) Any time consumed by an interference proceeding
under 35 U.S.c. 135(a);

(3) Ani tune consumed by the imposition of a secrecy
order under 35 U.S.c. 181;

(4) Any time consumed by review by the Board of Patent
Appeals and Interferences or a Federal court; or

(5) Any delay in the processing of the application by the
Office that was requested by the applicant.

(c) Delays caused by interference proceedings. Subject to
the provisions of 35 U.S.c. 154(b) .and this snbpart,the term of an
original p~tent shall be adjusted if the issuance of the patent was
delayed due to interference proceedings under 35 U.S.c. 135(a).

(d) Delayscaused by secrecyorder. Subject to the provi
sions of 35 U.S.C.154(b) and this subpart, the termof a~ original
patent shall be adjusted if the issuance of the patent was delayed
due to the application being placed under a secrecy order under
35 U.S.C. 181.

(e) Delays caused by successful appellate review. Subject to
the provisions of 35 U.S.C.154(b)and this subpart, the term of an
original patent shall be adjusted if the issuaIlce of the patent was
delayed due to review by the Board of Patent Appeals and Inter
ferences under 35 U.S,C.134 or by a Federal court tinder
35 US.c. 141 or 145, ifthe patent was issued pursuant to a deci
sion reversing an adverse determination of patentability.

(f) The provisions of this section and §§1.703 through 1.705
apply only .. to original applications, except. applications for a
design.patentfiledon or after May 29, 2000, and patents issued
on such-applications.

35 U.S.C. 154(b), as amended effective May 29,
2000, and .37 CFR 1.702-1.705 apply to utility and
plant patent applications filed on or after May 29,
2000. All references to 35 U.S.c. 154(b) hereinafter
ate to 35 U.S.c. 154(b), as amended effective May
29,2000.

37 CPR 1.702 sets forth the bases for patent term
adjustment under 35 U.S.C. 154(b)(I).

37 CFR 1.702(a) indicates that a patent is entitled
to patent term adju~tment if the Office fails to perform
certain acts of examination within specified time
frames (35 U.S.C. 154(b)(I)(A)).

37 CFR.1.702(b) indicates that a patent is entitled
to patent term adjustment if, subject to a number of
limitations, the Office fails to issue a patent within
three years of the actual filing date of the application
(35 U.S.C. 154(b)(I)(B)). In the case of an interna
tional application, the phrase "actual filing date of the
application in the United States" means the date the
national stage commenced under 35 U.S.C.371(b) or
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(f). See Changes to Implement Patent Term Adjust
ment Under Twenty-Year Patent Term, 65 FR 56366,
56382-84, (Sept. 18, 2000), 1239 Off. Gas. Pat. Office
14,28-30 (Oct. 3, 2000).

37 CFR 1.702(c) indicates that a patent is entitled
to patent term adjustment if the issuance of the patent
was delayed by an interference proceeding (35 U.S.C.
154(b)(1)(C)(i)). 37 CFR 1.702(d) indicates that a
patent is entitled to patent term adjustment if the issu
ance of the patent was delayed by the application
being placed under a secrecy order under 35 U.S.c.
181 (35 U.S.C. 154(b)(1)(C)(ii)). 37 CFR 1.702(e)
indicates that a patent is entitled to patent term adjust
ment if the issuance of the patent was delayed by suc
cessful appellate review under 35 U.S.C. 134, 141, or
145 (35 U.S.C. l54(b)(1)(C)(iii)).

37 CFR 1.702(f) provides that the provisions of
37 CFR 1.702 through 1.705 apply only to original
(i.e., non-reissue) applications, except applications for
a design patent, filed on or after May 29, 2000, and
patents issued on such applications. Since a continued
prosecution application (CPA) filed under 37 CFR
1.53(d) is a new (continuing) application, a CPA filed
on or after May 29, 2000, is entitled to the benefits of
the patent term adjustment provisions of 35 U.S.C.
154(b) and 37 CFR 1.702 through 1.705. Since a
request for continued examination (RCE) filed under
35 U.S.c. 132(b) and 37 CFR 1.114 is not a new
application (it is a submission in a previously filed
application), filing an RCE in an application filed
before May 29, 2000, does not cause that application
to be entitled to the benefits of the patent term adjust
ment provisions of 35 U.S.c. 154(b) and 37 CFR
1.702 through 1.705.

37 CFR 1.703. Period ofadjustment ofpatent term due to
examination delay.

(a) The period of adjustment under § 1.702(a) is the sum of
the following periods:

(1) The number of days, if any, intheperiodbegitmingon
the day after the date that is fourteen months' after the date on
which the application was under 35 U.S.C. 111(a) or fulfilled the
requirements of 35 U.S.c. 371 and ending on the date of mailing
of either an action under 35 U.S,C. 132, ora notice of allowance
under 35 U.S.C. 151, whichever occurs first;

(2) The number of days, if any, in the period beginning on
the day after the date that is four months after the date' a reply
under § 1.111 was and ending on the date ofmailing of either an
action under 35 U.S.C. 132, or a notice of allowance under
35 U.S.C. 151, whichever occurs first;

(3) The number of days, if any, in the period beginning on
the day after the date that is four months after the date a reply in
compliance with § 1.113(c) was and ending on the date of mailing
of either an action under 35 U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs first;

(4) The number of days, if any; in the period beginning on
the day after the date that is four months after the date an appeal
brief in compliance with §. 1J 92 was and ending on the date cf
mailing of.any of an examiner's answer under § t.193, an action
under 35 U.S.C. 132, or a notice of allowance under 35 U.S.C.
151, whichever occurs first;

(5) The number of days, if any, in the period beginning on
the day after the date that is four months after the date of a final
decision by the' Board of Patent Appeals and Interferences or by a
Federal court in an appeal under 35 U.S.c. 141 or a civil action
under 35 U.S.c. 145 or 146 where at least one allowable claim
remains in the application and ending on the date of mailing of
either an action under 35 U.S.c. 132 or a notice of allowance
under 35 U.s.c. 151, whichever occurs first; and

(6) The number of days, if any, in the period beginning on
the day after the date that is four months after the date the issue
fee was paid and all outstanding requirements were satisfied and
ending on the date a patent was issued.

(h) The period of adjustment under § 1.702(b) is the number
of days, if any, in the period beginning on the day after the date
that is three years after the date on which the application was
under 35 U.S.C. Ul(a) or the national stage commenced under
35 U.S.C. 371(h) or (I) in an international application and ending
on the date a patent was issued, but not' including the sum of the
following periods:

(1)· The number of days, if any, in the period beginning on
the date on which a request for continued examiriation of the
application under 35 U.S.c. 132(h) was and ending on the date the
patent was issued;

(2)(i) The nornher of days, if any, in the period beginning
on the date an interference was declared or redeclared to involve
the application in the interference and ending on the date that the
interference was terminated with respect to the application; and

(ii) The number of days, if any, in the period begin
ning on the date prosecution in the application was suspended by
the Office due to interference proceedings under 35U.s.C. 135(a)
not involving the application and ending on the date of the termi
nation of the suspension;

(3)(i) The number of days, if any, the application was
maintained in a sealed condition under 35 U.S.c. 181;

(ii) The number of days, if any, in the period begin
ning on the date of mailing of an examiner's answer under § 1.193
in the application under secrecy order and ending on the date the
secrecy order was removed;

(iii) The number of days, if any, in the period begin
ning on the date applicant was notified that an interference would
be declared but for the secrecy order and ending on the date the
secrecy order was removed; and

(iv) The number of days, if any, in the period begin
ning on the date of notification under § 5.3(c) of this chapter and
ending on the date of mailing of the notice of allowance under 35
U.S.c. 151; and,
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(4) The-number of days; if any, in the period beginning on
the -date .on which a notice 'of appeal to' theeBoard 'of Patent
Appeals and Interferences was under 35 U,S.C. 134'and§ 1.191
and ending on-the date of the last decision by the Board ofPatent
Appeals and Interferences or by a Federal court in an appeal under
35 US.c. 14lor a.civil.action under 35 U.S.c. 145,. or on the date
of mailing of-either an: action under 35 U.S.C. 132, or a notice of
allowance under 35 US.C. :151, whichever occurs first.vif the
appeal did not result-in a decision by theBoard of Patent Appeals
and Interferences.

(c) The period of adjustment under § 1.702(c) is the sum of
the following periods, to the extent that -the periods -are not over
lapping:

(I) The number of days, if any, in the period beginning on
the date an interference-was declared -or redeclared to involve the
application in; 'the -interference and ending On' the date ·thaC the
interferencewas terminated.with respect to the application; and

(2) The-number of days, if any, in the period beginning on

the date, prosecution i~ the' applic~tion was suspended by the
Office due to interference proceedings under 35 U.S.C. 135(a) not
involving the' application and ending 'on'the 'date of the termina
tion of the suspension.

(d) The period of adjustment nnder § U02(d) is the sum of
the following periods, to the extent. that the periods, are not over
lapping:

(1) The number of days, if any.the application was main-
tained in a sealed condition under 35 U.S,C,.181; , .

(2) Thenumberofdays,ifany, in the period beginning on
the date of mailing of an examiner's answer under s, 1.193 in the
application under secrecy order and ending on the date the secrecy
order was removed;

(3) The number of days, ifany, in the period beginning on
the date applicant was notified that an interference would be
declared. but. for. the secrecy order and ending. on the date the
secrecy order was removed; and

(4) The number of days, ifany, in the period beginiring on
the.date.ofnotification.under §5.3(c) of this chapter and ending
on the date of mailing ofthe notice of allowance under 35 U.S.C.
151.

(e) The period of adjustment under §··1.702(e) is the snmof
the number of days, if any, in the period beginning on the date on
which a notice of appeal to the Board of Patent Appeals 'and Inter
ferences was under 35 U.S~C.134 and § 1.191 and ending on the
date of a final decision in favor. of the applicantby the Board of
Patent Appeals, and Interferences or by a' Federal court in an
appeal under 35 U.S.C. 141 or a civil action under 35 U.S.C.145.

(f) The adjustment will run from the expiration date' of the
patent as set forth in 35 U.S.C. 154(a)(2). To the extent that peri
ods of adjustment attributable to the grounds specified in §1.702
overlap, the period of adjustment granted underthis section shall
not exceed' the -actual. number of days ·the issuance, of the patent
was delayed. The term of a patent entitled to adjustment under f
1.702 and this section shall be adjusted for the sum of the periods
calculated under paragraphs (a) through (e) of this 'section, to the
extent that- such "periods are. not overlapping, less' the .sum of the
periods calculated under § 1.704. The date indicated on any certif-

icate ofmailingor transmission under § 1.8 shall not 'be taken into
account.in this calculation.

(g) N0 patent.rhe term ofwhich has been disclaimed beyond
a specified date, shall be adjusted und~r §1.702 and this section
beyond the expiration date specified in the disclaimer. .

37 CFR 1.704. Reduction ofperiod ofadjustment ofpatent
term.

(a) The.period of adjustment .of the term of. a patent under
§ 1.703(a) through (e) shall be reduced by a period equal to the
period of time during which ,tlle applic8Jlt failed to engage in rea
sonable .efforts to conclude prosecution (processing or examina
tion)' of the application.

(b) With respect to the grounds for adjnstment set forth in §§
1.702(a) through (e), and iu particular the ground of adjustment
set forth in § J.702(b), an applicant shall be deemed to have failed
to engage in reasonable efforts to conclude processing or exami
nation of an application for the cumulative total of any periods of
time in excess of three months that are'takento reply to any notice
or action by theOffice making any rejection.iobjection, argument,
or ether request, measuring-such three-month periodfrom the date
the notice or:action was mailed or given to the applicant, in which
case the p~riod of adjustment set forth in. § 1.703 shall be reduced
by the number of days, if any, beginning on the day after the date
that is three months after the date of mailing or transmission of the
Office communication notifying the applicant of the rejection,
objection, argument, .or other request and ending on the date the
reply, was filed.. The period.. or. shortened statutory period.. for
reply that is set in the Office action or notice has no effect on the

three~tn~nth period set f~,rth in this paragraph.

(c) Circumstan~es thatconstitute afailure. of the applicantto
engage in reasonable efforts to conclude processing or examina
tion .of an application also' include the following circumstances,
which will result in' the following reduction of the period of
adjustment set forth.in§ 1.703 to the extent that the periods are
not overlapping:

(1) Suspension ofaction under § 1.103 at the applicant's
request, in which case the periodof adjustment set forth in § 1.703
shall be reduced by the number of days, if any, beginning on the
date a request for suspension of action under § 1.103 was and end
ing on the date of the termination of the suspension;

(2)' Deferral of issuance of apatent under § 1.314, in
which case the period of adjustment set forth in § 1.703 shall be
reduced' by the number' of days,' if any;' beginning on the. date a
request for deferral of issuance of a patent under § 1.314 was filed
and, ending on:the date the.patent was. issued;

(SjAbandonment of the application or late payment of
the' issue fee, jn which case the period of adjustment set forth in
§1.703 shall be reduced by the number of days, ifany, beginning
on the date of abandonment or the date after the date the issue fee
was due and ending on the earlier of:

(i) The date of mailing of the decision reviving the
application or accepting late payment of the issue fee; or

(ii) The date 'that is four months after the date the
grantable petition to revive the application or' accept late payment
of the issue fee was filed;
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which case the period of adjustment set forth in § 1.703 shall he
reduced by the lesser of:

(i}The number of days, if any, beginning on the date
the amendment-under § 1.312 or other paper was and ending on
the mailing date of the Office action or notice in response to the
amendment under § 1.312 or such other paper; or

(ii) Pour months: and
(11) Further prosecution via a continuing application, in

which case the period of adjustment set forth in § 1.703 shall not
include any period that is prior to the actual filing date of the
application that resulted in the patent.

(d)· A paper. containing only an infonnationdisclosure state
ment-incompliance with§§ 1.97 and 1.98 will not be considered a
failure to' engage, in reasonable efforts to conclude -prosecution
(processing or examination) of the application under paragraphs
(c)(6), (c)(8), (c)(9), or (c)(lO) of this section if it is accompanied
by a statement that each item of information contained in the
information disclosure statement. was cited in a communication
from a foreign patent office in a counterpart application and that
this communication was not received by any individual desig
nated in § 1.56(c) more than thirty days prior to the filing of the
information disclosure. statement. This thirty-day period is not
extendable:

(e) Submission of an application far patent term adjustment
under § 1.705(b) (with or without reqnest under § 1.705(c) for
reinstatement of reduced patent term adjustment) will not be con
sidered a failure to engage in reasonable efforts to conclude prose
cution (processing or examination) of the application under
paragraph (c)(IO) of this section.

37 CFR 1.705. Patent term adjustment determination
(a) The notice of allowance will include notification of any

patent term adjustment under 35 U.S.C. 154(b).
(b) Any request for reconsideration of the patent term adjust

ment indicated.in.the notice. of allowance, except as provided in
paragraph (d) of this section, and any request for reinstatement of
all or part of the term reduced pursuant to § 1.704(h) must be by
way of an application for patent term adjustment. An application
for patent term adjustment under this section must be filed no later
than the payment of the issue. fee but may not be filed earlier than
the date of mailing of the notice of allowance. An application for
patent term adjustment under this section must be accompanied
by:

(1) The fee set forth in § 1.18(e); and
(2) A statement of the facts involved, specifying:

(i) The correct patent term adjustment and the basis
or bases under ~ 1.702 forthe adjustment;

(ii) The relevant dates as specified in §§ 1.703(a)
through (e) for which an adjustment is sought and the adjustment
as specified in § L703(f) to which the patent is entitled;

(iii) Whether the patent is subject to a terminal dis
claimer .and aI.1Y expiration date specified .in the terminal. dis
claimer; and

(iv)(A)Anycircumstances during the prosecution of
the application resulting in the patent that constitute a failure to
engage in reasonable efforts to conclude processing or examina
tion of such application as set forth 'in § 1.704; or
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(B) Thatthere were no circumstances constituting a
failure to engage in reasonable efforts to conclude processing or
examination of such applicationas set forth in § 1.704.

(c) AnY' application for patent term adjustment under this
section that requests reinstatement of all or part of .the period of
adjustment reduced pursuant to § 1.704(b) for failing to reply to a
rejection, objection, argument, or other request" within three
months ofthe dateofmailing of the Office communication notify
ing the.applicant of the rejection, objection, argument; or other
request must alsobe,accompanied by:

(I) The fee set forth in § 1.18(f); and

(2) A showing to the satisfaction of the Commissioner
that, in spite of alldue care, the applicantwas unable to reply to

,the rejecticn.jobjectionc argument, .or other request within three
months of thedateof mailingof theOffice communication notify
ing the applicant of the rejection, objection, argument, or other
request.: The Office shall-not grant any request-for reinstatement
for morethanthreeadditional monthsfor eachreply beyondthree
months from the date of mailing of the Office communication
notifying the applicant of the rejection, objectiono argument.sor
otherrequest.

(d)-Ifthe patent is issued on a date other than the projected
date of issue and this change necessitates a revision of the patent
term adjustment indicated in the notice of allowance, the patent
will indicatetherevised patent termadjustment: Ifthe patent indi
cates a'revised patent,term' adjustment due to. the patent being
issued on a date, otherthanthe projected date 'of issuecany request
for reconsideration of the patent term adjustmentindicated in,the
patent mustbe filed withinthirty days of the'date the patent issued
and must comply with the requirements of paragraphs (b)(l) and
(b)(2) ofthis section.

(e) The periods'set forthin this section are-not extendable.
(f) No submissionor petitionon behalfof a third party con..

cerriing patent term adjustment nnder 35 U.S.C. 154(b) will be
considered'by the Office. Arty' suchsubmission orpetitionwill be
returned to 'the: third patty, or otherwisedisposed'of at the conve

nience 'Of theOffice.

2750 Patent TermExtension for'
Delays at otherAgencies
under 35U.S.C. 156

The right to a patent term extension based upon
regulatory review is the result of the Drug Price Com
petition and Patent Term Restoration Act of 1984,
Pub. L. No. 98-417, 98 Stat. 1585, (codified at
21 U.S.C. 355(b), G), (I); 35 U.S.C. 156, 271,
282)(Hatch-Waxman Act). The act sought to elimi
nate two distortions to the normal "patent term pro
duced by the requirement that certain' products must
receive premarket regulatory approval." Eli Lilly &
Co. v.Medtronic Inc., 496U.S. 661,669: 15 USPQ2d
1121,' iJ26 (1990). The first distortio~ was that the
patent owner loses patent term during the early years

of the patent because the product cannotbe commer
cially marketed without approval from a regulatory
agency, The seconddistortion occurred after the, end
of the patent term because competitors .could not
immediately enter the market upon expiration of the
patent because they were not allowed to begin testing
and other activities necessary to receive FDA
approv~1before patent expiration.

The part of the act codified as 35 U.S.C. 156 was
designed to create new incentives for research and
developmenfof certain products subject to premarket
government approval by a regulatory agency. The
statute enables the owners of patents on certain
human drugs, food or Color additives, medical
de~ices, animal drugs, and veterinary biological prod
ucts to restor" to the terms of those patents some of
the time lost while awaiting premarket government
approval from a regulatory agency. The rights derived
from extension of the patent term are limited to the
approved product (asdefined in 35 U.S.c. 156(a)(4)
and (a)(5)). See 35 U.S.c. 156(b). Accordingly, if the
patent claims other products in addition to the
approved, product, the exclusive patent rights to the
additional products expire with the original expiration
date of the patent.

In exchange for extension of the term of the patent,
Congress legislatively overruled Roche Products v.
Bolar Pharmaceuticals, 733 F.2d 858, 221 USPQ 937
(Fed. Cir. 1984) as to products covered by35 U.S.C.
271(e) and provided that it, shall not be an act of
infringement, for example, to make and test a pat
ented drug solely for the purpose of developing and
submitting information for an Abbreviated New Drug
Application (ANDA). 35 U.S.C. 271(e)(I). See
Donald O. Beers, Generic and Innovator Drugs: A
Guide to fDA Approval Requirements, Fifth Edition,
ASpen Law & Business, 1999, 4.3[2] for a discussion
of the Hatch-Waxman Act and infringement litigation.
Furthermore, Congress provided thatan ANDA can
not be filed until five years after the approval date of
the product if the active ingredient or a salt or ester of
the active, ingredient had not, been previously
approved under section 505(b) of the Federal Food,
Drug and Cosmetic Act. 21 U.S.C. 355G)(4)(D)(ii).
See also Lourie, Patent Term Restoration: History,
Summary, and Appraisal, 40 Food, Drug and Cos
metic L. J. 351, 353-60 (1985). See also Lourie,
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Patent Term Restoration, 66 J. Pat. Off. Soc'y 526
(1984).

On November 16, 1988, 35 U.S.C. 156 was
amended by Public Law 100-670, essentially to add
animal drugs and veterinary biologics to the list of
products that can form the basis of patent term exten
sion. Animal drug products which are primarily man
ufactured through biotechnology are excluded from
the provisions of patent term extension.

On December 3, 1993, 35 U.S.c. 156 was further
amended to provide for interim extension ofa patent
where a product Claimed by the patent was expected
to be approved, but not until after the original expira
tion date of the patent. Public Law 103-179, Section
5.

An application for the extension of the term of a
patent under 35 U.S.C. 156 must be submitted by the
owner of record of the patent or its agent within the
sixty-day period beginning on the date the product
received permission for commercial marketing or use
underthe provision of law under which the applicable
regulatory review period occurred for commercial
marketing or use. See 35 U.S.c. 156(d)(l). The
USPfO initially determines whether the application is
formally complete and whether the patent is eligible
for extension. The statute requires the Commissioner
of Patents and Trademarks to notify the Secretary of
Agriculture or the Secretary of Health and Human
Services of the submission of an application for
extension of patent term which complies with
35 U.S.C. 156 within sixty days and to submit to the
Secretary a copy of the application. Not later than
thirty days after receipt of the application from the
Commissioner, the Secretary will determine the
length of the applicable regulatory review period and
notify the Commissioner of the determination. If the
Commissioner determines that the patent is eligible
for extension, the Commissioner calculates the length
of extension for Which the patent is eligible under the
appropriate statutory provision and issues an appro
priate Certificate of Extension.

Patent term extensions provided by private relief
legislation, public laws other than as enacted by
35 U.S.C. 156, such as 35 U.S.C. 155 and 155A, are
not addressed herein.

2751 Eligibility Requirements

35 U.S.C.156. Extensionofpatent term
(a) .The term of a patent which claims a product, a method of

using a product, or a method of manufacturing a product shall be
extended in accordance with this section from the original expira-'
tion date of the patent, which shall include any patent term adjust
ment granted under section 154(b) if-

(1) the term of the patent has not expired before an appli
cation is submitted under subsection (d)(l) for its extension;

(2) the term of the' patent has never been extended under
subsection (e)(1) of this section;

(3) ,an'application for extension is submitted by the owner
of record'of the patent or its agent and in accordance with the
requirements of paragraphs (I) through (4) of subsection (d);

(4) the product has been subject to a regulatory review
period before its commercial marketing or use;

(5)(A) except as provided in subparagraph (B) or (C), the
permission for the commercial marketing or 'use'of the product
after such regulatory review period is the first permitted commer
cial marketing ~r use',of the product under' the provision of law
under which such regulatory review period occurred;

(B) in 'the case of a patent which claims 'a method of
manufacturing the product which primarily uses' recombinant
DNA technology in the manufacture of the producr.jhe permis
sion for the commercial marketing or use of the product after such
regulatory period is the' first permitted commercial marketing or
use of a product manufactured under the process claimed in the
patent; or

(C) for purposes of subparagraph (A), in the case of a
patent which c-,

(i) claims 'a new animal drug or a veterinary bio
logical product which (1) is not covered by the Claims in any other
patent which has been extended, and (II) has received permission
for the commercial marketing or use in non-food-producing ani
mals and in food-producing animals, and

(ii) was not extended on the basis of the regulatory
review period for use in non-food-producing animals, the permis
sion for the commercial .marketing or use of the drug or product
after the regulatory review period for use in food-producing ani
mals is the first permitted commercial marketing or use of the
drug or product for administration to a food-producing animal.

The product referred to in paragraphs (4) and (5) is
hereinafter in this section referred to as the "approved product."

*****
(f) For purposes of this section:

(1) The term "product" means:
(A) A dmg product.
(B) Any medical device, food' additive, or color addi

tive subject to regulation under the Federal Food, Drug, and Cos
metic Act.

(2) The term "drug product" means the active ingredient
of-

(A) a new drug, antibiotic drug, or human biological
product (as those terms are used-in the Federal Food, Drug, and
Cosmetic Act and the Public Health Service Act) or
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(B) a newanimal drug or veterinary biological product
(as those terms are used in the Federal Food,' Drug, and Cosmetic
Act and the Virus-Serum-Toxin Act) which is not primarily manu
factured using recombinant DNA, recombinant RNA, hybridoma
technology, or other processes involving site specific genetic
manipulation techniques, including any salt, or ester of the active
ingredient, as a single entity or in combination with another active
ingredient.

(3) The term ','major,health or environmental effects test"
means a test which is reasonably related to the evaluation of the
health or environmental effects ofa product, which requires at
least six monthsto conduct, and the data from which is submitted
to receive permission for commercial marketing or use. Periods of
analysis or evaluation of test results are. not to be included in
detenniningifthe conductof a test required at least sixmo~ths,

(4)(A)Any reference to section 351 is a reference to sec
tion 351 of the Public Health Service Act.

(B) Any reference to section 503, 505, 512, or 515 is a
refereuce to sectiou 503, 505, 512, or 515 of the Federal Food,
Drug and Cosmetic Act.

(Cj Any reference to the Virus-Serum-Toxin Act is a
reference to the Act of March 4, 1913 (21 U.S.C. 151 - 158).

(5) The term "informal hearing" has the meaniug pre
scribed forsuch term by section 201(y) of the Federal Food; Drug
and Cosmetic Act.

(6) The term "patent" means a patent issued by the
United States Patent and Trademark.Office.

(7) The term "date of-enactment't as used indus section
means September 24, 1984, for human drug product, a medical
device, food additive, orcolor.additive.

(8) The term "date of enactment" as used in this section
means the. date of enactment of the .Generic Animal Drug and
Patent Term Restoration Act for an animal drug or a veterinary
biological product.

*****
37 CFR 1.710. Patents subject to extension of the patent
term

(a) A patent is eligible for extension of the patent term if the
patent claims a product as defined in paragraph (b) of this section,
either alone or in combination with other ingredients that read on
a compositionthatreceived permission forcommercial marketing
or Use, ora method of using such a product, or a method of manu
facturing vsuch a product, and meets all, other conditions and
requirements of this subpart.

(b) The term product referred to in paragraph (a) of this sec
tionmeans-

(1) The active ingredient of a new human drug, antibiotic
drug, or human biological product (as those terms are used in the
Federal Food, Drug.rand Cosmetic Act and the Public Health Ser
vice Act) including any salt or ester of-the active ingredient-as a
single entity or in combination with another active ingredient; or

(2) .The·active ingredient ofa new' animal drug or veteri
nary biological product (as those terms are used in the Federal
Food, Drug; and Cosmetic Act and the Virus-Serum-Toxin Act)
that is not primarily .manufactured using recombinant DNA,
recombinant RNA, hybridoma technology, or'other processes

including site specific genetic manipulation techniques, including
any salt or ester of the active ingredient, as a single entity or in
combination with another active ingredient; or

(3)' Any medical device, food additive" or color additive
SUbjectto regulation under the Federal Food, Drug, and Cosmetic
Act.

37 CFR 1.720. Conditions for extension ofpatent term
The term of a,patent may be extended if:

(a)Thep~~ent claims a product or a method of using or man
ufacturing a product as defined in § 1.710;

(b) The term of the patent has never been previously

extended, except for extensions issued pursuant to §§ 1.701,

1.760, or 1.790;

(c}Anapplication for extension is submitted in compliance
with § 1.740;

(d) The product has' been subject to a regulatory review
period as definedin 35 US.c. 156(g) before its commercial mar
keting or use;

(e) The product has received permission for commercial
marketing or rise and ~.

(1). The permission for the commercial marketing or use
of the product is the first received. permission for commercial mar
keting ,,oruse under the provision of law under which the applica
ble regulatory review occurred, or

(2) ,In the case of a patent other than one directed to sub
ject rriatter Within§ 1.71O(b)(2) claiming a methcd ofmanufactur
ing the-product that primarily uses recombinant DNAtechnology
in the manufacture of the product, the permission for the commer
cial,marketing or use is the ,first re<;eivedpermission for the com
mercial marketing or use of a product manufactured under the
process claimed in the patent; or

(3)' In the case of a 'patent claiming, a new animal drug or
a veterinary biological productthat is not covered by the claims in
any other patent that has be~n extended, andhas received permis
sion for the commercial marketing or use in non-food-producing
animals and infood-producing animals, and was not extended on
the basis' of "the regulatory review 'period for. use in non-food-pro
ducing. animals, the permission for the commercial marketing or
use of the drug :or product. after the .regulatory review period for
use in feed-producing animals is the first permitted commercial
marketing or use of the drug 'or product for administration to' a
food-producing animal.

(1) The application is submitted witbiu the Sixty-day period
beginning ,on fhe date the product first received permission for
commercial marketing or use under the provisions of law under
which the applicable regulatory review period occurred; or in the
case of a'patent 'claiming a method of manufacturing the product
which primarily uses .recombinant DNA technology in the manu
facture of the product, the application for extension is submitted
within the sixty-day period beginning on the date of the first per
mitted commercial marketing' or use of a product manufactured
under the process claimed in the patent; or in the case of a patent
that claims a new. animal drug or a veterinary biological product
that is not covered by the claims inany other pat~~t that has been
extended, and 'said drug or product has received permission for the
commercial marketing or use in non-food-producing animals, the
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application for extension is submitted within the sixty-day-period
beginning on the. dateof thefirst permitted commercial marketing
oruse of thedrug or product for administration to afood-produc
ing animal;

(g) The term of the patent, including any interim extension
issued pursuant to § 1.790, has not expiredbefore the submission
of anapplication in compliance with § 1.741; and

(h) No otherpatent term has been extendedfor the same reg
ulatory reviewperiod fortheproduct.

35U.S.C. l56(a) sets forth what patents can be
extended and the conditions under which they may be
extended. 37 CPR 1.710 also addresses the patents
that may be extended, and 37 CPR 1.720 describes the
conditions under which a patent may be extended. As
set forth in 35 U.S.c. 156 and 37 CFR 1.710, a patent
which claims a human drug product, medical device,
food or color additive first approved for marketing or
use after September 24, 1984, or an animal drug or
veterinary biological product (which was not prima
rily manufactured through biotechnology) first
approved for marketing or use after November 16,
1988, may qualify for patent term extension. Further
more, 35 U.S.C. l56(a)(1) - (5) require that the appli
cant establish that:

(I) the patent has not expired before an applica
tion under 35U.S.C. l56(d) was filed (this may be an
application for patent term extension under subsection
(d)(l) or an application for interim extension under
subsection (d)(5»;

(2) the patent has never been extended under
35 U.S.C. l56(e)(1);

(3) the application for extension is submitted by
the owner of record of the patent or its agent to the
Office within 60 days of regulatory agency approval
of the commercial marketing application and the
application includes details relating to the patent, the
approved product, and the regulatory review time
spent in securing regulatory agency approval;

(4) the product has been subject to a regulatory
review period within the meaning of35 U.S.C. l56(g)
before its commercial marketing or use;

(5) the approval is the first permitted commercial
marketing or use of the product (35 U.S.c.
l56(a)(5)(A)), except.in the case of human drug prod
ucts manufactured using recombinant DNA technol
ogy where the provisions of 35 U.S,c. l56(a)(5)(B)
apply, or in the case of a new animal drug or a veteri-

nary biological product where the provisions of
35 U.S.C. l56(a)(5)(C) apply.

35 U.S.C. l56(c)(4) also requires that no other
patent term has been extended for the same regulatory
review period for the product. See MPEP § 2761.

MEANING OF "PRODUCT" AS DEFINED IN
35U.S.C. 156(f)

As required by 35 U.S.c. l56(a), patents eligible
for extension of patent term are those which:

(A) claim a "product" as defined in 35 U.S.C.
l56(f)(1), either alone or in combination with other
ingredients, wherein the product reads on a composi
tion (product) that received permission for commer
cial marketing or use, or a method of using such a
product, or a method of manufacturing such a prod
uct, and

(B) meet all other conditions and requirements of
the statute.

The term "claims a product" is not synonymous
with "infringed by a product." A patent which claims
a metabolite of an approved drug does not claim the
approved drug. Hoechst-Roussel Pharmaceuticals
Inc. v. Lehman, 109 F.3d 756, 759, 42 USPQ2d 1220,
1223 (Fed. Cir. 1997).

The term"product" means:

(A) The active ingredient of a new human drug,
antibiotic drug, or human biological product (as those
terms are used in the Federal Food, Drug, and Cos
metic Act and the Public Health Service Act) includ
ing any salt or ester of the active ingredient, as a
single entity or in combination with another active
ingredient; or

(B) The active ingredient of a new animal drug or
veterinary biological product (as those terms are used
in the Federal Food, Drug, and Cosmetic Act and the
Virus-Serum-Toxin Act) that is not primarily manu
factured using recombinant DNA, recombinant RNA,
hybridoma technology, or other processes including
site specific genetic manipulation techniques, includ
ing any salt or ester of the active ingredient, as a sin
gle entity or in combination with another active
ingredient; or

(C) Any medical device, food additive, or color
additive subject to regulation under the Federal Food,
Drug, and Cosmetic Act.
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See 21 CFR 60.3(b) for definitions of terms such as
active ingredient, color additive, food additive, human
drug product, and medical device.

Essentially, a "product" is a "drug product," medi
cal device, food additive, or color additive requiring
Food and Drug Administration or Department of
Agriculture (Plant and Animal Inspection>Service)
approval of an order or regulation prior to commercial
marketing,or use. "Drug product" is the active ingre
dientof a human drug, animal,drug (excluding those
primarily manufactured using recombinant DNA,
recombinant RNA, hybridoma technology, or other
processes including site specific genetic manipulation
techniques), or biological product (asdefined IW the
Federal Food, Drug and Cosmetics Act and the Public
Health Service Act) including any salt or ester of the
active ingredient, as a single entity or in combination
with another active ingredient. Animal biological
products are approved by the Plant and Animal
Inspection Service of the Department of Agriculture.

A "drug product"means the active ingredient found
i~ the, firial dosage form prior to admiIlistration of the
product to the patient, not the resultant form the drug
may take after admiIlistration. In this regard, a drug in
the ester form which is used for oral administration is
a different drug product from the same active moiety
in a salt form which is administered by injection, even
though both the salt and the ester are used to treat the
same disease condition. The ester form is a different
active ingredient from the salt form. Both the ester
and the, salt active ingredient may each support an
extension (If patent term of different patents provided
the acid itself has not previously been approved. See.
Glaxo Operations UK Ltd; v.Quigg, 706, F.Supp.
1224, 1232-33, 10 USPQ2d 1100, 1107. (B.D. Va.
1989); aff'd., 894 F.2d 392, 13 USPQ2d 1628 (Fed.
Cir.1990).

Furtherrriore, a "drug product" is the active ingredi
ent of a particular new drug, rather than the entire
composition of the drug product approved by the
Food and Drug AdmiIlistration. See Fisons pic v.
Quigg, 1988 U.S. Dist.LEXIS 10935; 8USPQ2d
1491, 1495 (D.D.C. 1988); aff'd' i 876 F2d 99,110; 10
USPQ2d 1869, 1870 (Fed.Cir. 1989). An active
ingredient of a drug is the ingredient in the drug prod
uct that becomestherapeutically active whenadminis
tered. Glaxo Operations UK Ltd. v. Quigg, 894 F.2d
392, 393, 13 USPQ2d 1628, 1629 (Fed. Cir. 1990);

but c.f, AbbottLaboratories v. Young, 920 F.2d 984,
989 n.7 (D.c. Cir. 1990), cert denied, 112 S. Ct. 76
(1991) (The court rejected the approach of Glaxo in
considering whether Abbott was entitled to exclusiv
ity).

A patent is considered to claim the.product at least
in those situations where the patent claims the active
ingredient per se, or claims a composition or formula
tion which contains the active ingredient(s) and reads
on the composition or formulation approved for com
mercial marketing or use.

NO PREVIOUS EXTENSIONS (WITH LIMITED
EXCEPTIONS)

37 CFR 1.nO(b) explains that patent term exten
sion pursuant to 35 U.S.C. 156 is available only if the
term of the patent has never been previously
extended, except for extensions issued pursuant to
37 CFR 1.701, 1.760, or 1.790. An extension issued
pursuant to 37 CFR 1.701 is an extension ofthe patent
due to adnlinistrative delay within the Office. Note
that the term of a patent is "adjusted," not extended,
pursuant to 37 CFR 1.702-1705. Anextension issued
pursuant to 37 CFR 1.760 is an interim extension
under 35 US.c. 156(e)(2). An extension issued pur
suant to 37 CFR 1.790 is an interim extension under
35 U.S.C. 156(d)(5).

REGULATORY REVIEW PERIOD

37 CFR 1.720(d) restates the statutoryrequirement
set forth in 35 U.S.c. 156(a)(4). The regulatory
revie,w period must have. been a regulatory review
period defined by the statute. A regulatory review
period under section 51O(k) of the Federal Food, Drug
and Cosmetic Act is not a regulatory review period
which gives rise to eligibility for patent term exten
sion under 35 U.S.C. 156. In re Nitinol Medical Tech
nologies Inc., 17USPQ2d 1492,1492-1493 (Comm'r
Pat. & Tm. 1990). See also Baxter Diagnostics v. AVL
Scientific Corp. 798 F. Supp. 612, 619-620;
25 USPQ2d 1428,1434 (CD' CA 1992)(Congress
intended only Class III medical devices to be eligible
for patent term extension).

If .the product is alleged to be a medical device,
then regulatory review must have occurred under sec
tion 515, arid 'not section 505, of the Federal Food,
Drug and Cosmetic Act. Drug products are not
reviewed under section 515.
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If more than one application for patent term exten
sion is filed based upon a single regulatory review
period, election will be required of a single patent.
See MPEP § 2761.

FIRST PERMITTED MARKETING OR USE

37 CFR 1.720(e) follows 35 U.S.C. l56(a)(5), and
sets forth that the approval under the relevant provi
sion of law must have been the first permitted market
ing or use of the product under the provision of law,
unless the product is for use in food producing ani
mals as explained below. See In re Patent Term Exten
sion Application, V.S. Patent No. 3,849,549,
226 USPQ 283, 284 (Pat. & Tm. Office 1985). If the
product is a human .drug product, then the approval of
the active ingredient must be the first permitted com
mercial marketing or use of the active ingredient as a
single entity or in combination with another active
ingredient under the provision of law under which
regulatory review occurred.

Where a product contains multiple active ingredi
ents, if anyone active ingredient has not been previ
ously approved, it can form the basis of an extension
of patent term provided the patent claims that ingredi
ent. See In re Alcon Laboratories Inc., 13 USPQ2d
1115, 1121 (Comm'r Pat. & Tm. 1989) for examples
of products having different combinations of actiye
ingredients. A different ratio of hormones is not a dif
ferent active ingredient for purposes of 35 U.S.c. 156.
Furthermore, an approved product having two active
ingredients, which are not shown to have a synergistic
effect or have pharmacological interaction, will not be
considered to have a single active ingredient made of
the two active.ingredients.

As to 35 U.S.c. l56(a)(5)(C), which is addressed in
37 CFR 1.720(e)(3), the term of a patent directed to a
new animal drug or veterinary biological product may
be extended based on a second or subsequent
approval of the active ingredient provided all the fol
lowing conditions exist:

(A) the patent claims the drug or product;
(B) the drug or product is not covered by the

claims in any other patent that has been extended;
(C) the patent term was not extended on the basis

of the regulatory review period for use in nou-food
producing animals; and

(D) the second or subsequent approval was the
first permitted commercial marketing or use of the

drug or product for administration to a food-produc
ing animal. In this case, the application must be filed
within sixty days of the first approval for administra
tion to a food-producing animal.

For animal drugs or products, prior approval for use
iu a uon-food producing animal will not make a patent
ineligible for patent term extension based upon a later
approval of the drug or product for use in food pro
ducing animals, if the later approval is the first
approval Of the drug or product for use in food pro
ducing animals.

2752 Patent Term Extension Applicant

35 V.S.c. 156. Extension of patent term

*****
(d)(l) To obtain an extension of the term of a patent under

this section, the owner of record of the patent or its agent shall
submit an application to the Director. Except as provided in para
graph (5), such an application may only be submitted witbin the
sixty-day period beginning on the date the. product received per
mission under the provision of law under which the applicable
regulatory review period occurred for commercial marketing or
use. The application shall contain - .

(A) the identity of the approved product and the Federal
statute under which regulatory review occurred;

(B) the identity of the patent for which an extension is
being sought and the identity of each claim of such patent;

(C) information to enable the Director to determine under
subsections (a) and (b) the eligibility of a patent for extension and
the rights that will be derived from the extension and information
to enable the Director and the Secretary of Health and Human Ser
vices or the Secretary of Agriculture to determine the period of the
extension under subsection (g);

(D) a brief description of the activities undertaken by the
applicant during the applicable, regulatory review period with
respect to the approved product and the significant dates applica
ble to such activities; and

(E) such patent or other information as the Director may
require.

*****
37 CFR 1.730. Applicant for extension of patent term;
signature requirements.

(a) Any application for extension of a patent term must be
submitted by the owner of record of the patent or its agent and
must comply with the requirements of § 1.740.

(b) If the application is submitted by the patent owner, the
application must be signed either by:

(1) The patent ownerin compliance with § 3.73(b) of this
chapter; or

(2) A registered -practitioner on behalf of the patent
owner.

2700-15 August 2001



2753 MANUALOF PATENT EXAMINING PROCEDURE

(c) If the application is submitted on behaIf of the patent
owner by an agent of thepatent owner (e.g., a licensee of the
patent owner), the applicationmust be signed by a registered prac
titioner on behalf of the agent. The Office may require proof that
the agent is authorized to act on behalf of the patent owner.

(d) If the application is. signed, by a registered, praptitioner,
the Office may require proof that the practitioner is authorized to
act on' behalf of the patentowner or 'agent of the patent owner.

35 U.S.C. 156(d)(1) requires that the application
for extension of the patent term must be submitted by
the owner of record of the.patent or its agent. If the
application is filed by an assignee, the application
papers should refer to the reel and frame number of
the recorded assignment. A power of attorney from
the patent owner to any patent attorney or agent snb
mitting the patent term extension application papers
should be filed, if the attorney or agent is not already
of rec?rd in the patent (see 37 CFR 1,34(b)).

If the applicant for patent term extension was not
the marketing applicant before the regulatory agency,
then there must be an agency relationship between the
patent owner and the marketing applicant dnring the
regulatory review period..To show that such an appli
cant is authorized to rely upon the activities of the
marketing applicant before the Food and Drug
Administration or the Department of Agriculture, it is
advisable for the applicant for patent term extension
to obtain a letter from the marketii:tg applicant spccifi
callyauthorizing such reliance.

2753 Application Contents

37 CFR 1.740. Formal requirements for application for
extension;ofpaient term; corre~tion ofinformalities.

(a) ',Ail, application. for extension of ,patent', term lllustlJe
m:adein ""riting to the Comniissi,oner.• A formal application for the
extension of patent term must include:

(1), A, complete identificationof the approved product as
by appropriate chemical and generic name, physical structure or
characteristics;

(2) A complete identification of the Federal statute
including the applicable provision of law under which the regula

tory review occurred;
(3) An identification of the date' on which the product

received permission •for commercial marketing' or 'use under the
provision-of law under which the applicable 'regulatory review
period occurred;

(4) In the case of a drug product, an identification of each
active ingredient in the product and as to-each adtiveingredient,a
statement that it has not been previously approved for commercial
marketing or use under the Federal Food, Drug, and Cosmetic
Act; the Public Health.Service Act, or the Virus-Serum-Toxin Act,
or a statement of when the active ingredient was approved for

commercial marketing-or use (either alone orin combination with
other active ingredients),the use for which it was approved, and
the provision of law under which itw~s approved.

(5)' A statement that the application is being submitted
within the sixty day period permitted for submission pursuant to §
1.720(t) and an identification of the date of the last day on which
the application could be submitted;

(6) A complete identification of the patent for which an
extension: is being sought by the name of the inventor, the patent
number, the date of issue,' and the date of expiration;

(7) A copy of the patent for which an extension is' being
sought, including the entire specification (including claims) and
drawings;

(8) .A copy of any disclaimer, certificate. of correction,
receipt of maintenance fee payment, or reexamination certificate
issued in the patent;'

(9)' A statement that the patent claims the approved prod
uct, or a method of using or manufacturing the approved product,
and a showing which lists each applicablepatentclaim and dem
onstratesthe manner in which at least one such patent claim reads

on:
(1) ,The approved product, if the listed claims include

any claim to the approved product;
(ii) The method of using the approved product, ifthe

listed claims include' any 'claim to -the 'method of using the
approved product; :and

(iii) The: method of manufacturing the approved prod
uct.Jf the ,listed claims include any claim to the method of manu
facturing the approved product;

(10) A statement beginning ona 'new page of the relevant
dates and information pursuant to 35 U.S.C. l56(g) in order to
enable the Secretary of Health and Human Services or the: Secre
taryof Agriculture.vas appropriate, to .determine the applicable
regulatory review period as.follows:

(i) For a patent claiming a human drug, antibiotic, or
human biological product:

(A) The effective date of tile investigational new
drug'(IND) application and the IND number;

(B) The date: on which a new drug application
(NDA) or a Product License Application (PLA) was initially sub
mittedand the NDA orPLA number; and

(C) .The date on which the NDA was approved or
the Product License issued;

(ii) For a patent claiming a new animal, drug:
(A) The date a major health' or environmental

effects teston the drug was initiated, and any available substantia
tion of that date, or the date of an exemption under' subsection tj)
of Section 512 of the Federal Food, Drug, and Cosmetic Act
became effective for' such-animal drug;

(B) The date on which anew animal drug applica
tion (NADA) was initially submitted and the NADA number; and

(C) The date on which the NADAwas approved;
(iii) For a patent claiming a veterinary biological prod-

uct:
(A) The date the authorityto prepare an experimen

tal biological product under the Virus-Serum-Toxin Act became
effective;
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(B) The date an application for a license was sub
mitted under the Virus-Serum-Toxiu Act; and

(C) The date the license issued;
(iv) For a patent claiming a food or color additive:

(A) The date a major health or environmental
effects test on the additive was initiated and any available substan
tiation of that date;

(B) The date on which a petition for product
approval under the Federal Food, Drug and Cosmetic Act was ini
tially submitted and the petition number; and

(C) The date on which the FDA puhlished a Fed
eralRegister notice listing the additivefor use;

(v) Fora patent claiming a medical device:
(A) The effective date of the investigational device

exemption (IDE) and the IDE number, if applicable, or the date on
which the applicantbegan the first clinical investigationinvolving
the device, if no IDE was sub:mitted, and any available substantia
tion of that date;

(B) The date on which the application for product
approval or notice ofcompletion of a product development proto
col under Section 515 of the Federal Food, Drug and Cosmetic
Act was initially submitted and the number of the application; and

(C) The date on which the application was
approved or the protocol, declared to be completed;

(11) A brief description beginning on a new pageof the
significant activities undertaken by the marketing applicant during
the' applicable regulatory review period with respect,' to the
approved product and the significant, dates applicable to such
activities;

(12) A statement beginning on a new page that in 'the
opinion of the applicant the patent is eligible for the extension and
a,statement as 'to the length of extension claimed, including how
the length of extension was determined;

(13) A statement that applicant acknowledges a duty to
disclose to the Commissioner of Patents and Trademarks and the
Secretary of Health and Human Services or the Secretary of Agri
culture any information which is material to the:determination of
entitlement to the extension sought (see § 1.765);

(14) The prescribed fee for receiving and acting ~pon the
application for extension (see § 1.20Ul); and
.' (15) The name, address, and telephone number of the per-,
soh to whom inquiries and correspondence relating to the applica
tion for patent term extension ate to be directed.

(b) The application under this section must be accompanied
by two additional copies of such application (for a total of three
copies).

(c) If an application for extension of patent term is informal
under this section, the Office will so notify the applicant. The
applicant has two months from the mail date of the notice, or such
time as is set in the notice, within which to correct the informality.
Unless the notice indicates otherwise" this time period may,be
extended under the provisions of § 1.136.

37 CFR 1.740 sets forth the requirements for a for
mal application for extension of patent term. See
MPEP § 2752 for a discussion of who may apply for a
patent term extension. See 37 CFR 1.741 and MPEP

§ 2754 for a description of the information that must
be submitted in the patent term extension application
in order to be accorded a filing date.

37 CFR 1.740(a)(I) requires a complete identifica
tion of the approved product as by appropriate chemi
cal and generic name, physical structure or
characteristics so as to enable the Commissioner to
make a determination of whether the patent claims the
approved product, or a method of using or manufac
turing the approved product.

37 CFR 1.740(a)(2) requires a complete identifica
tion of the federal statute including the applicable pro
vision of law under which the regulatory review
occurred. When the regulatory review of the product
took place under more than one Federal statute, each
appropriate statute should be listed. This could apply
to a situation where a human biological product is
tested under an investigational new drug (IND) appli
cation pursuant to the Federal Food, Drug, and Cos
metic Act, but is approved under the Public Health
Service Act; or to a situation where approval is sought
for use of a particular medical device with a specific
drug product which may require approval under more
than a single provision of law. The product that forms
the basis ofan application for patent term extension
must be either a medical device or a drug product; it
cannot be a combination of those separate products.
See the file history of U.S. Patent No. 4,428,744 for
an example of the application of this principle.

The date that a product receives permission for
commercial marketing or use (which must be identi
fied pursuant to 37 CFR l.740(a)(3» is generally the
mailing date of the letter from the regulatory agency
indicating regulatory approval. For a food additive,
the approval date is generally the effective date stated
in the regulation and the date the regulation is pub
lished.

37 CFR 1.740(a)(4) provides that for drug products,
each active ingredient must be identified and there
must be an indication of the use for which the product
was approved. For each active ingredient, a statement
must be made that either the active ingredient was not
previously approved for commercial marketing or use
under the Federal Food, Drug and Cosmetic Act, or
that the active ingredient was approved for commer
cial marketing or use (either alone or in combination
with other active ingredients) and the provision of law
under which it was approved. The information is
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especially necessary for a determination of eligibility
where, for example, the application is based on a sec
ond or subsequent approval of an. active ingredient,
but the first approval for administration to a food-pro
ducing animal.

In accordance with 37 CFR 1.740(a)(5), theappli
cation must be submitted within the sixty day period
permitted for submission pursuant to 37 CPR
1.720(f). If the sixty day period ends on a Saturday,
Sunday or Federal holiday, then the last day on which
the application could be submitted will be considered
to be the next business day following the Saturday,
Sunday or Federal holiday. See 37 CFR 1.7. However,
applicantsare cautioned to avoid filing an application
for patent term extension on the last day for filing to
avoid the application being denied because the filing
deadline was inadvertently missed.

The expiration date of the patent for which. an
extension is sought as identified pursuant to 37 CFR
1.740(a)(6) should be the expiration date according to
the law (35 U.S.C. 154) at the time of filing of the
application for patent term extension, and should
include any patent term adjustment under 35 U.S.c.
154(b).

Pursuant to 37 CPR l.740(a)(9), the application for
patent term extension need only explain how one
product claim of the patent claims the approved prod
uct, if there is a claim to the product. In addition, the
application need only explain how one method of use
claim of the patent claims the method of use of the
approved product, if there is a claim to the method of
use of the product. Lastly, the application need only
explain how one claim of the patent claims the
method of manufacturing the approved. product, if
there is a claim to the method of manufacturing the
approved product. At most, a showing explaining
three claims is required. However, each claim that
claims the approved product, the method of use of the
approved product, or the method of manufacturing the
approved product must be listed. See 35 U.S.C.
156(d)(l)(B).

The showing should clearly explain how each listed
claim reads on the approved product. For example,
where a generic chemical structure is used in the
claim to define the claimed invention, a listing of vari
abIes and substituents which correspond to the
approved product is appropriate. Where a.claim uses
the "means for" language permitted by 35 U.S.C. 112,

paragraph 6, reference to the column and line number
of the patent text and any drawing reference numbers,
as well as a description of any relevant equivalents, is
also appropriate.

Pursuantto 37 CFR 1.740(a)(1O), the patent term
extension applicant must provide a statement to
enable the Secretary of Health and Human Services or
the Secretary of Agriculture, as appropriate, to deter
mine the applicable regulatory period. In cases where
there is no regulatory eventto reflect the commence
ment of the testing or approval phase of the regulatory
review period, applicants shonld include in the appli
cation the dates that they claim initiate either the
approval or the testing phases and an explanation of
their reasonable bases for why they conclude that
these dates are the relevant dates. For instance, when
the clinical trials are conducted outside of the United
States, the testing phase for a medical device begins
on the date the clinical investigation involving the
device began. An applicant should include an expla
nation as to why the date claimed is the date on which
such clinical investigations had commenced. If the
applicant has any means of substantiating that date,
that information should be included in the application.

37 CFR 1.740(a)(11) requires a brief description of
the activities of the marketing applicant before the
regulatory agency. This description should include an
identification of significant communications. of sub
stance with the regulatory agency and the dates
related to such communications. For example, these
activities would include the dates of the submissions
of new data to the FDA, communications between
FDA and the applicant with respect to the appropriate
protocols for testing the product, and communications
betweenFDA and the applicant that are attempts to
define the particular requirements for premarketing
approval for this particular product. The applicant is
not required to establish the existence of due diligence
during the regulatory review period in order to have a
complete application.

As stated above, the marketing applicant must have
been an agent of the patent owner,if not the same
entity as the patent owner. Accordingly, the Office
will not assist the patent owner in obtaining informa
tion required in an application for patent term exten
sion from the marketing applicant. It is sufficient that
the description of the activities briefly identify those
significant activities undertaken by the marketing
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applicant directed toward regulatory approval, and a
submission of insignificant details or identification of
non-substantive communications is notrequired.

37 CPR 1.740(a)(12) requires that the extension
applicant state the length of extension claimed and
show how the length of extension was calculated,
including whether the 14-year limit of 35 U.S.C.
156(c)(3) or the two or three limit of 35 U.S.C.
156(g)(6)(C) applies.

37 CPR 1.740(a)(15) requires the patent term
extension applicant to provide a correspondence
address. A fax number should also be provided. Nor
mally only communications regarding the application
for patent term extension will be sent to the address
specified in the patent term extension application. If
the address is changed after filing the application for
patent term extension, the change of address should
be sent to Box Patent Extension, since changing the
address for the patent file will not cause the address
for the patent term extension application to also be
changed.

In order to change the address of all correspon
dence, including maintenance fee reminders, a change
of address should also be filed. A change of address
must be signed by the patent applicant, the assignee of
the entire interest, or an attorney or agent of record.
37 CPR 1.33(a). Accordingly, if the patent term exten
sion application is signed by the marketing applicant,
as an agent of the patent owner, a power of attorney
from the patent owner to any attorney for the market
ing applicant would be necessary for the attorney for
the marketing applicant to be ableto signa change of
address for the patent file.

Pursuant to 37 CFR 1.740(b), two additional copies
of the application for patent term .extension must be
filed with the application. In addition, applicants are
requested to file an additional two copies of the appli
cation, for a total of five copies. The original copy is
placed into the patent application file after the Notice
of Final Determination is mailed. Two copies of the
application are forwarded to the regulatory agency,
one copy is made available for public inspection in
the Office of Patent Legal Administration, and the
fifth copy is used by the Legal Advisor.

2754 Filing Date

37 CPR 1.741. Complete application given a filing date;
petition procedure.

(a) The filing date of an application for extension of a patent
term is the date on which a complete application is received in the
Office or filed pursuant to the procedures set forth in§1.8 or §
1.10. A complete application must include:

(1) An identification of the approved product;
(2)" An identification of each Federal statute tinder which

regulatory review occurred;
(3) An identification ofthe patent for which an extension

is being sought;
(4) An identification of each claim of the patent which

cI~ms; the,approved pro~uct.or a method of using or manufactur
ing the approved produ'ct;

(5) Sufficient information. to enable the Commissioner to
determine under subsectious (a) and (h) of 35 U.S.C. 156 the eli
gibilityof a patent for extension, and the' rights that will be
derived. from the extension, and information to enable the Com
missioner and the Secretary of Health. and Human Services or the
Secretary of Agriculture to determine the length of the regulatory
review period; and

(6) A brief description of the activities undertaken by the
marketing applicant during the .applicable regulatory review
period.with respect to the approved product and the significant
dates applicable to such activities.

(b) If an application for extension of patent term is incom
plete under this section, the Office will so notify the applicant. If
applicant requests review of a notice that an application is incom
plete, or review of the filing date accorded an application under
this section, applicant must file a petition pursuant to this para
graph accompanied by the fee set forth in § 1.17(h) within two
months of themail date of the notice that the application is incom
plete, or the notice according the filing date complained of. Unless
the notice indicates otherwise, this time period may be extended
under-the provisions of§ 1.136.

FILINGDATE ACCORDED

An application for patent term extension under
35 U.S.C. 156 may be filed by mail.addressed to the
Assistant Commissioner for Patents, Box Patent Ext.,
Washington, D.C. 20231 or may be hand carried to
the Office of Patent Legal Administration. Applicants
are encouraged to use the post card receipt practice
described in MPEP § 502.

As set forth in 37 CFR 1.741(a), the filing date
of an application for patent term extension is the
date on which a complete application is received
in the USPTO or filed pursuant to the certificate
of mailing provisions of37 CPR 1.8 (see MPEP § 512
for. suggested formats for a certificate of mailing)
or the Express Mail provisions of 37 CFR 1.10.
Patent term extension applications should not be filed
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by facsimile, however correspondence setting forth a
change of address and other papers relating to a patent
term extension may be sent by facsimile to the Office
of Patent Legal Administration.

COMPLETE APPLICATION

The term "complete application" is defined in
37 CFR 1.741(a) and is an application meeting the
reqnirements set forth in 35 U.S.C. 156(d)(1). For the
establishment of a filing date, the distinction between
the requirements of 37 CPR 1.740 and the require
ments of 37 CPR 1.741 are important. While the
requirements of 37 CFR 1.740 may be satisfied out
side the 60 day filing period, the reqnirements of
37 CFR 1.741 are mandated by 35 U.S.C. 156 and
must be satisfiedwithin the 60 day filing period for
the establishment of the filing date. The Office will
consider each of these statutory requirements to be
satisfied in an application which provides sufficient
information, directed to each requirement, to act on
the application, even though further information may
be desired by the USPTO or the regulatory agency
before a final determination of eligibility and length
of patent term extension is made.

INFORMAL APPLICATION

37 CFR 1.740. Formal requirements for application for
extension ofpatent term; correction of informalities.

*****

(c) If an application for extension of patent term. is informal
under this section, the Office will so notify the applicant. The
applicant hastwo months from the mail dateof the notice; or such
timeas is set in the notice,within which to correct theinformality.
Unless the notice indicates otherwise, this time period may be
extended under the provisions of § 1.136.

*****

If the application. does not meet all the formal
requirements of 37 CFR l.740(a) (see MPEP § 2753),
the applicant will be notified of the informalities and
may seek to have that holding reviewed under 37 CFR
1.740(c) or to correct the informality. The time peri
ods set forth therein are subject to the provisions of 37
CPR 1.136, unless otherwise stated in the notice.

Note that if the application satisfies the require
ments of 37 CFR 1.741, the application filing date
will have been established even if the application is
held to be informal under 37CFR 1.740.

2754.01 Deadline for Filing an
Application Under
35 U.S.C. 156(d)(I)

An application for patent term extension under
35 U.S.C. 156(d)(\) may only be .filed within the
sixty-day period beginning on the date the product
received permission under the provision of law under
which the applicable regulatory review period
occurred for commercial marketing or use. The statu
tory time period is not extendable and cannot be
waived or excused. See U.S. Patent No. 4,486,425
(application for patent term extension filed after the
end of the 60-day period and was therefore denied).
The sixty-day period begins on the regulatory agency
approval date which marks the end of the regulatory
review period. The statute takes into account only the
regulatory review carried out by the Food and Drug
Administration or the Department of Agriculture and
no other government obstacles to marketing or use.
See Unimed, Inc. v. Quigg, 888 F2d 826, 828;
12 USPQ2d 1644, 1646 (Fed. Cir. 1989). For drug
products the approval date is the date of a letter by the
Food and Drug Administration indicating that the
application has been approved, even if the letter
requires further action before the drug can be mar
keted. Mead Johnson Pharmaceutical Group v.
Bowen, 838 F2d 1332, 1336; 6 USPQ2d 1565, 1568
(D.C. Cir. 1988). For food or color additives, the rele
VaJ1t date is the effective date of the regulation or
order, which is set forth in the regulation or order, and
which is generally the date that the regulation or order
is published, e.g., in the Federal Register. See
21 U.S.C. 348(e). This date will generally be later
than the date the approval is communicated to the
marketing applicant.

2754.02 Filing Window for an
Application Under
35 U.S,C. 156(d)(5)

A first application for interim extension under
35 U:S.C. 156(d)(5) (to extend the patent term before
product approval) must be filed within the period
beginning six months and ending fifteen days before
the patent is due to expire. Each subsequent applica
tion for interim extension must be filed during the
period beginning sixty days before and ending thirty
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days before the expiration of the preceding interim
extension. 35 U.S.C. I56(d)(5)(C). An interim exten
sion granted under 35 U.S.C. 156(d)(5) terminates
sixty days after permission for commercial marketing
or use of the product is granted,' except, if within the
sixty-day period any additional information needed
for. an application for patent term extension under
35 U.S.C. 156(d)(I) is. submitted, the patent may be
further extended. 35 U.S.c. l56(d)(5)(E). The addi
tional information required to be submitted includes
the fee for an application for patent term extension
under 35 U.S.C. 156(d)(I) and identification of the
date the product received permission for commercial
marketing or use and a st.atement that the application
is being submitted within sixty days of such date and
identification of the last date that the application
could be submitted. See 37 CFR 1.740(a)(3}and (5).
However, if the product is not approved within .the
period of interim extension, a new request for interim
extension must be filed and another interim extension
granted to keep the patent in force. An applicant is
generally limited to four one-year interim extensions.

See MPEP § 2755.02 for additional information
pertaining to the interim extension of patent term
under 35U.S.C. l56(d)(5).

2754.03 Filing of a Request for
an Extension Under
35 U.S.C. 156(e)(2)

A request for an interim extension under 35 U.S.C.
156(e)(2) (to extend the patent term during the pro
cessing of the patent .termextension application)
should be made at least three months before the patent
is due to expire. See MPEP § 2755.01 for information
pertaining to the interim extension of patent term
under 35 U.S.c. l56(e)(2).

2755 Eligibility Determination

37 CFR 1.750. Determination ofeligibility for extension of
patent term

A determination as to whether a patent is eligible for extension
may bemade by the Commissioner solely on the basis of the rep
resentations contained in the application for extension filed' in
compliance with § 1.740 or § 1.790. This determination may be
delegated to appropriate Patent and Trademark Office officials
andmay be made at any time before the certificate ofextension is
issued. The Commissioner or other appropriate officials may

require from, applicant further information' or make such indepen
dent inquiries asdesired before a final determination is made on
whether apatent is eligible for extension. In an application for
extensionflled in compliance with § 1.740, a notice will be mailed
to applicant containing the determination as to the eligibility of
the patent for extensionandthe period of time of the extension, if
any. This notice shall constitute the final determination as to the
eligibility and any period of extension of the patent. A single
request for reconsideration of a final determination may be made
if filed by the applicant within such time as may be set in the
noticeof final determination or, ifno time is set, withinCine month
fromthe date ofthe finaldetermination; The timeperiods set forth
hereinare-subject to the provisions of § 1.136~

The determination as to whether a patent is eligible
for an extension will normally be made solely from
the representations contained in the application for
patent term extension. However, further information
may be required or inquiry made of applicant before a
final determination is made on whether a patent is eli
gible for extension. In circumstances where further
information is required by the Office, the applicant
will be given a time period within which to respond.
The failure to provide a response within the time
period provided may result in a final determination
adverse to the granting of an extension of patent term
unless the response period is extended. An extension
of time to respond may be requested under the provi
sions of 37 CFR 1.136. Under appropriate circum
stances, e.g., if time is of the essence for a particular
reason, a request for information may contain a state
ment that the provisions of 37 CFR 1.136(a) are not
available. The intentional failure to provide the infor
mation requested may result in an adverse final deter
mination.

A final determination may be made at any time
after an application is filed. A single request for
reconsideration of a final determination may be filed
within, one month or within such other time period set
in the final determination. A notice will be mailed to
applicant containing the determination as to eligibility
of the patent for extension and the period of time of
the extension of the term, if any. This notice shall con
stitute the final determination as to eligibility and any
period of extension of the patent term. If no request
for reconsideration is filed within the time period set
in the notice of final determination, the certificate of
patent term extension will be issued in due course.
See MPEP § 2758.
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2755.01 Interim Extension of Patent
Term Dllring.the Processing
of the Application

35 U.S.C. 156. Extensionofpatent term.

*****

(2) If the term of a patent for which an application has
been submitted under subsection (d)(l) wouldexpire before a cer
tificate of extension is issued or denied under .paragraph /1)
respecting the application, theDirector shall.extend, until such
determination is made, the termof the patent for periods of up to
one yearif he determines thatthepatent is eligible for extension.

*****

37 CFR 1.760. 1nterim extension of patent term under
35 U.S.c. 156(e)(2).

An applicant who has filed.a fonnal,applicationfor extension
incompliance with § 1.740,.Inay request one or.l11orejnte~
extensions for periods, of up to one year each pending a 'final
determination on the application pursuant to § 1.750. Arty' such
request shouldbe filed atleast three months prior tothe expiration
date of the patent. The Commissioner may. issue interim'exten
sions, without a request by the applicant, .. for periods _of up to one
year each until a fin~ determination is made: The patent owner or
agent will be notified when an interim extension is granted and
notice of the extension will be published-in the Official Gazette Of
the United States Patentand Trademark Office. The notice will be
recorded in the official file of the,patent and will be considered as
part of the, origillal patent. In no event",ill,the interim extensions
granted under this section be longer than the maximum period for
extension to which the applicant would be eligible.

If the original termofthe patent for which exten
sion is. sought will expire before a final decision to
issue a certificate of extension can be made, and a
determi~ation is made that the patent is eligible for
extension, 35 U.S.C. 156 provides that the Commis
sioner may issue an interim extension of the patent
term for up to one year pendinga final decision onthe
application for extension. Should additional tillle be
necessary, additional interim extensions of up to one
year may be granted by the Commissioner. The length
of any interim extension is discretionary with the
Commissioner so long as it is for one year or less. Its
length should be set to provide time for completion of
any outstanding requirements. See 1n re Reckitt &
Colman Products Ltd., 230 USPQ 369, 372 (Comm'r
Pat. & Tm. 1986). The Commissioner may issue an
interim extension under 35 U.S.C. 156(e)(2) with or
without a request from the applicant.

Where a determination is made that the patentis not
eligible for patent term extension, an interim exten
sion .of the patent term is not ..warranted .under
35 U.S.C. 156(e)(2). See In reAlcon Laboratories
Inc., 13 USPQ2d 1115, 1123 (Comm'r, Pat.& Tm.
1989).

Where an interim extension has been granted and it
is subsequently determinedthatthe patent is not eligi
ble for patent term extension, the interim extension
may be vacated ab initio as ineligible under 35 U.S.C.
156(e)(2)~ See InreReckitt, 230 USPQ at 370.

While 37 CFR 1.760 provides that a request for an
interim extension by the applicant "should" be filed
three months prior to the expiration of the patent, this
time frameisnot mandatory. Any request filed within
a. shorter period of time will be considered, upo~ a
proper showing, where it is not possible to make. an
earlier request. However, for an interim extension to
begranted, the application for extension, in compli
ance with 37 CFR 1.741, must have been filed prior to
the expiration date of the patent. In no event will an
interim extension begranted for a period of patent
teryn extension l()nger than the period of extension to
which th~ patent would be eligible.

A notice of each interim extension granted will be
issued to the applicant for patent term extension. The
notice will be recorded in the official file of the patent
and will be considered as part ofthe original patent.
Notification of the issuance of the interim extension
will be published in the Official Gazette of the Patent
and Trademark Office.

2755.02 Interim Extension of Patent
Term Before Product Approval

35 U.s.C.156. Extensionofpatentterm.

*****

(5)(A) If the owner ofrecord of the patent or its agent rea
sonably expects that the applicable regulatory- review period
described in paragraphs (1)(B)(ii), (2)(B)(ii), (3)(B)(ii), (4)(B)(ii),
or (5)(B)(ii) of subsection (g) that began for a prodnct that is the
subject of such patent may extend beyond the expiration'of the
patent term in effect, the owner or its agent may submit an appli
cation to the Director for an interim extension .during the period
beginning 6 months, and ending 15 days before such term is due
to.expire. The application shall contain-

(i) the identity of the product subject to regulating
review and the Federal-statute under which such review is occur
ring;
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(ii)- the identity of the patent for which interim exten
sion is being sought and the identity of each claim of such. patent
which claims the product under regulatory review or a method of
using-or manufacturing the product;

(ill)' information to enable the Director to -determine
under subsection (a)(I), (2), and (3)tbe eligibility of a patent for
extension;

(iv) a brief description of the activities undertaken by
the applicant during 'the applicable regulatory review period to
date with respect to the product under review and the significant
dates applicable to such activities; and

(v) such patent or other information as the Director
may require.

(B) If the Director determines that, except for permis
sion to market or use the productcommercially, the patent would
be eligible for an extension of the patent term under this section,
the Director shall publish in the Federal Register a notice of such
determination, including theidentity of the product under regula
tory review; and shall issue to the applicant a certificate of interim
extension for a period ofnot more than 1 year.

(C) The owner of record of a patent, or its agent. for
which an interim extension has been granted under subparagraph
(B), may apply for not more than 4 subsequent-interim extensions
under this paragraph" except that, in the case of a patent subject to
snbsection (g)(6)(C), the owner of record of the patent, or its
agent, may apply for only I subsequent interim extension under
this paragraph. Each such subsequent application, shall be made
duting the period beginning 60 days before, and ending 30 days
before, the expiration of the preceding interim extension:

(D) Each .certificate of interim extension under this
paragraph shall be recorded in the official file of the patent and
shall be considered part of the original patent.

(E) Any interim extension granted under this paragraph
shall terminate at the end of the 60-day period beginning on the
day on which the product involved receives permission for com
mercial marketing or use, except that, if within that 60~dayperiod,
the applicant notifies the Director of such permission and submits
any additional information under paragraph (l) of this subsection
not previously contained in the application for interim extension,
the patent shall be further extended, ill accordance with the provi
sions of this section-

(i) for not to exceed S years from the date of expira
tion of the originalpatent term; or

(ii) if the patent is subject to subsection (g)(6)(C),
from the date on which the product involved receives approval for
commercial marketing or use.

(F) The rights derived from. any patent the term of
which is extended under this paragraph shall, during the period of
interim extension-

(i) in the case of a patent which claims aproduct, be
limited to any use then under regulatory review;

(ii) in the case of a patent which claims a method of
using a product, be limited to' any use claimed by the patent then
under regulatory review; and

(iii) in the case of a patent which claims a method of
manufacturing a product, be limited to the method of manufactur
ing as used to make the product then under regulatory review.

*****
37 CFR 1.790. Interim extension of patent term under
35 U.S.c. 156(d)(5).

(a) An owner of record of a patent or its agent who reason
ably expects that' the applicable regulatory review period
described in paragraph (1)(B)(ii), (2)(B)(ii), (3)(B)(ii), (4)(B)(ii),
or (5)(B)(ii) of subsection (g) that began for a product that is the
subject of such patent may extend beyond the expiration of the
patent term in effect may submit one or more applications for
interim extensions for periods of up to one year each. The initial
application for interim extension must be filed during the period
beginning 6 months and ending 15 days before the patent term is
due to expire. Each subsequent application for interim extension
must be filed during the period beginning 60 days before and end
ing30 days before the expiration of the preceding interim exten
sion. In no' event will the interim extensions granted under this
section be longer than the maximum period of extension to which
the applicant would be entitled under 35 U.s.C. 156(c).

(b) A complete application for interim extension under this
section shall include all of the information required for a formal
application under § 1.740 and a complete application under
§ 1.741. Sections (a)(I), (a)(2), (a)(4), and (a)(6) - (a)(l7) of
§ 1.740 and § 1.741 shall be read in the context of a product cur
rently undergoing regulatory review. Sections (a)(3) and (a)(5) of
§ 1.740 are not applicable' to an application for interim extension
under this section.

(c) The content of each subsequent interim extension appli
cation may be limited to a request for a subsequent interim exten
sion 'along with a statement that the regulatory review- period has
not been completed along with any materials or information
required under §§ 1.740 and 1.741 that are not present in the pre
ceding interim extension application.

37 CFR 1.791. Termination of interim extension granted
prior to regulatory approval of a product for commercial
marketing or use.

Any interim extension granted under 35 U.S.C. 156(d)(5) ter
minates at the. end of the. 60-day period beginning on the date on
which the product involved receives permission for commercial
marketing or use. If within that 60-day period the patent owner or
its agent files an application for extension under §§ 1.740 and
1.741. including any additional' information required under
35 U.s.C. 156(d)(I) not contained in the application for interim
extension, the patent shall be further extended in accordance with
the provisionsof35 U.S.C. 156.

If a patent that claims a product which is undergo
ing the approval phase of regulatory review as defined
by 35 U.S.C. l56(g)(I)(B)(ii), (2)(B)(ii), (3)(B)(ii),
(4)(B)(ii), and (5)(B)(ii) is expected to expire before
approval is granted, interim patent term extension is
available under 35 U,S.C. l56(d)(5). The application
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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE COMMISSIONER OF PATENTS AND

TRADEMARKS

Review of the application indicates that except for receipt of per..,
mission to market or use the product commercially, .the subject
patent would be eligible for an extension of the patent term under
35 ns.c. 156. Since it is apparent that theregulatory review
period mayextend beyond the date of expiration of thepatent, as

On.~,.patent owner _. filed an app~cation.under35 U.S.C.
156(d)(5) for interim extension of the term of U.S. Patent No._.
The patent claims the active ingredient~ in the?~drug
product "__0", The application indicates that th~ product is cur
rently undergoing,a regulatory review before the Food and Drug
Administration for permission to market or use the product com
mercially. The original term of the patent expired on ,_ On _,
the patent was granted an first interim extension under 35 U.S.C.'
156(d)(5) for a period of one year.

for patent term extension that must be submitted is
generally the same as would be filed had the product
been approved, except that the approval date is not
required to be set forth. Once the product is approved,
the application must be converted to an application
for patent term extension under 35 U.S.C. l56(d)(I)
to obtain patent term extension under that subsection.

Processing of an application for interim patent term
extension under 35 U.S.C. l56(d)(5) is performed in
the Office of Patent Legal Administration and is simi
lar to other applications for patent term extension,
except that the Office is not required to seek the
advice of the relevant regulatory agency. The relevant
agency, however, is normally consulted before an
interim extension is granted or before the application
is denied. The fee for an application for patent term
extension under 35 U.S.C. 156(d)(5)is set forth in 37
CFR 1.20G)(2), and the fee for a subsequent applica
tion is set forth in 37 CFR 1.20(j)(3). Copies of an
applicationfor interim extension are maintained in the
same manner as applications for patent term exten
sion. As required by 35 U.S.C. 156(d)(5)(B), a deter
mination that a patent is eligible for extension under
35 U.S.C. 156, but for regulatory approval, is pub
lished in the Federal Register. A sample order grant
ing a second interim extension follows:

Ao interim extension nnder 35 U.S.c. 156(d)(5) of the term of
U.S..Patent NO'_,is granted for a period of one year from the
extended expiration date of the patent.

extended by.the first interim extension, a second interim extension
ofthepatemterm under 35 U.S.C. 156(d)(5) is appropriate.

It is theCommissioner's responsibility to decide
whether an applicant has satisfied the requirements of
the statute and whether the patent qualifies for patent
term vextension. The regulatory agency possesses
expertise and records regarding some of the statutory
requirements and has certain direct responsibilities
under 35U.S.C. 156 for determining the length of the
regulatory review period. Consequently, to facilitate
eligibility decisions and permit the regulatory agency
and the Office to carry outtheir responsibilities under
35 U.S.c. 156, both the Food and Drug Administra
tion and the Department of Agriculture have entered
into an "agreement" of cooperation with the Office.
Memorandum of Understanding Between the Patent
and Trademark Office and the Food and Drug Admin
istration, 52 Fed. Reg. 17830 (May 12, 1987); Memo
randum of·' Understanding Between the Patent
and Trademark Office and the Animal and Plant
Health Inspection Service, 54 Fed. Reg. 26399
(June 23, 1989); 1104.00: 18 (July 11, 1989). The
agreements establish the procedures whereby the reg
ulatory agency assists the Office in determining
a patent's eligibilityfor patent term restoration under
35 U.S.c. 156. It also establishes procedures for
exchanging information between the regulatory
agency and the Office regarding regulatory review

As seen from the example given, a series of one
year interim extensions may be granted ifrequested in
a timely manner (in the window of time between
thirty and sixty days before the extended expiration
date).

An interim extension granted under 35 U.S.c.
156(d)(5) terminates sixty days after permission for
commercial marketing or use of the product is
granted, except, if within the sixty day period any
additional information needed for an application for
patent term extension under 35 U.S.C. 156(d)(l) is
submitted, the patent may be further extended.
35 U.S,C. 156(d)(5)(E).

2756 Correspondence.Between the
USPTO and the Regulatory Agency

ORDER GRANTING
IN1ERIM EX1ENSION

Inre_

Request for Patent Term Extension
U.S. Patent No._
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period determinations, due diligence petitions and
informal regulatory agency hearings under the law.
The patent term extension applicant receives a copy
of all correspondence between tbe Office and the reg
ulatory agency.

The Animal and Health Inspection Service of tbe
Department of Agticulture is responsible for assisting
tbe Office in determining the eligibility of patent
claiming a veterinary biological product tbat has been
subject to tbe Virus-Serum-Toxin Act (21 U.S.C. 151
59) and for determining tbe regulatory review period
of tbe veterinary biological product. The Secretary of
Healtb and Human Services of the Food and Drug
Administration is responsible for assisting tbe Office
in determining tbe eligibility of patents claiming any
other product for which regulatory review gives rise
to eligibility for patent term extension. 21 CPR 60.10.

INFORMATION REGARDING ELIGffiILITY
FOR EXTENSION

If tbe Office has no clear reason to deny eligibility
for patent term extension (even ifthere are questions
concerning eligibility), or if the applicant has been
notified of any informalities and it is anticipated tbat
the iuformalities will be corrected or explained, a first
letter is sent to the regulatory agency requesting infor
mation regarding eligibility. The letter is accompanied
by a copy of tbe patent term extension application.
This letter does not request the determination of tbe
applicable regulatory review period.

The regulatory agency reply is usually in tbe form
of a written response:

(A) verifying whetber tbe product has undergone
a regulatory review period within the meaning of
35 U.S.C. l56(g) prior to commercial marketing or
use;

(B) stating whetber tbe marketing permission was
for the first permitted commercial marketing or use of
tbat product, or, in the case of recombinant DNA tech
nology, whether such commercial marketing or use
was the first permitted under tbe process claimed in
tbe patent;

(C) informing tbe Office whetber the patent term
extension application was submitted within sixty days
after tbe product was approved for marketing or use;
and

(D) providing tbe Office with any otber informa
tion relevant to the Office determination of whetber a
patent related to a product is eligible for patent term
extension.

While tbe Office has primary responsibility for tbe
eligibility determination, the regulatory agency often
possesses information which is not readily available
to the Office. The assistance on tbe part of tbe regula
tory agency enables botb tbe Office and the agency to
process applications efficiently and to conserve
resources.

PRELIMINARY ELIGffiILITY DECISION

Upon receipt of a reply from tbe regulatory agency
to.tbe first letter from tbe Office requesting assistance
on determining eligibility, a preliminary eligibility
decision (not the final decision) is made as to whether
tbe patent is eligible for all extension of its term. As
noted above, tbe reply from the regulatory agency will
usually infortn tbe Office as to whether the permission
for commercial marketing and use of the product on
which tbe application for patent term extension is
based istbe first such approval for tbat product. Fur
tbermore, the regulatory agency usually provides
information regarding tbe date of product approval to
permit a determination as to whetber the application
was filed witbin tbe sixty-day statutory period. The
information provided by tbe regulatory agency is
tben compared witb the related information from tbe
application. If no major discrepancies are found and
the patent is determined to be eligible for patent term
extension, a second letter requesting a determination
of tbe lengtb of tbe regulatory review period of tbe
product is mailed to tbe regulatory agency not later
than sixty (60) days after tbe Office receipt date of tbe
reply from tbe regulatory agency. In the interest of
efficiency, if tbe patent is determined to be ineligible
for patent term extension, tbe Office will dismiss tbe
application rather tban request a determination of tbe
regulatory review period. In re Allen & Hansbury,
Ltd., 227 USPQ 955, 960 n. 9 (Comm'r Pat. & Tm.
1985). A certified copy of tbe application for patent
term extension is sent to tbe regulatory agency along
with the second letter. The second letter states tbat,
subject to final review, tbe patent is considered eligi
ble for patent term extension and requests a determi
nation oftbe applicable regulatory review period.
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2757 Regulatory AgellcyDetermination
of the Length of the Regulatory
Review Period

Under 35 U.S.C. 156, the regulatory agency is
responsible·for the determination of the length of the
regulatory review period for the approved product on
which the application for patent term extension is
based. The determination by the regulatory agency is
made based onthe application as well as the official.
regulatory agency records for the approved product.
See, e.g., 21 CFR Ch. 1, Subpart C. The determination
of the length of the regulatory review period is solely
the responsibility of the regulatory agency. Aktiebo
lagetAsira v. Lehman, 71 F.3d1578, 1580"81,
37 USPQ2d 1212, 1214-15 (Fed. Cit. 1995); U.S.
Patent No. 4;215,113.

Once the determination has been made, the regula
tory agency publishes the information in the Federal
Register andforwards a letter to the Office with the
sameinformation, Included in both the Federal Regis
ter Notice and the letter to the Office are the total
length of the regulatory review period and the rele
vant dates on which the determination is based. Both
the letter to the Office and the Federal Register Notice
separate the total regulatory period into the initial or
testing phase and the final approval phase. This pro
vides the Office with the information necessary to
determine the actual length of extension forwhichthe
patent may be eligible. The Federal Register Notice
also sets a date, 180 days after publication of the
notice, as a deadline for filing written comments con
cerning any of the information set forth in the notice
or a petition for a determination regarding whether the
marketing applicant has acted with due diligence dur
ing the regulatory review period. The letter to the
Office makesclear that the determination does not
take into account the issue date of the patent nor does
it exclude one-half of the testing phase.

The regulatory review period determination is not
final until due diligence petitions and informalhear
ings, if any, have been resolved. A certificate for
extension of the term of a patent may not issue from
the Office until the regulatory review period determi
nation is final unless an interim extension appears
warranted under 35 U.S.C. 156(d)(5) and (e)(2).

2757;01 Due Diligence Determination

If a due diligence petition is filed during the 180j
day. period following publication of the regulatory
agency determination of the regulatory review period,
the regulatory agency (e.g., FDA) makes the determi
nation under ~5 U.S.C. 156(d)(2)(B) whether the
applicant for patent term extension acted with due dil
igence during the regulatory review proceedings. The
term. "due diligence" is defined in 35 U.S.c. 156(d)(3)
as "that degree of attention, continuous directed
effort,i!Ild timeliness as may reasonably be expected
from, and are ordinarily exercised by..a person during
a regulatory review period." After affirming or revis
ing the determination of the regulatory review period,
the regulatory agency notifies the Office and pub
lishes the results in the Federal Register. If no com
ment or petition is filed in the time period provided,
the. regulatory agency . notifies the Office .thatthe
period for filing a due diligence Petition pursuant to
the notice has expired and that the regulatory agency
therefore considers its determination of the regnlatory
review period for the product to be final. Following
notification from the regnlatory agency, the Office
proceeds with the final eligibility determination. See
21 CFR Ch. 1, Subparts Dand E.

2758 Notice of Final Determlnatlon
Calculation of Patent Term
Extension

35 U.S.c. 156. Extension ofpatent term.

*****
(c) The term of a patent eligible for extension under subsec

tion (a) shall be extended by tbe time equal to the regulatory
review period for "the approved product which period occurs after
the date'the patent is issued, except that-

(1) each period of the regulatory review period shall be
reduced by any period deterutiued under subsection (d)(2)(B) dur
ing which the aPRlicant for the patent extension did not act with
due diligence during such period of the re~l~tory review period;

(2) after. an~ reduction required by Paragraph (1), the
period of extension shall include only one-half of the time remain
ing in the periods described in paragraphs (1)(B)(i), (2)(B)(i),
(3)(B)(i), (4)(B)(i), and (5)(B)(i) of subsection (g);

(3) ifthe:period remaining in theterm of a patent after the
date of the approval. of the approved product under the provision
of law under which such regulatory review occurred when added
to the regulatory review period as revised under paragraphs (1)
and (2) exceeds fourteen years, the period of extension shall be
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PATENT TERMS ANDEXTENSIONS 2758

reduced so that the total of both such periods does not exceed
fourteen years, and

(4) in no event shall more-than one patentbe extended
under subsection (e)(i) fer the same regulatory review period for
any product.

*****
(6) A period deterrnined under any of the preceding para

graphs is subjectto the following limitations:

(A) If tile patent involved was issued after the date of
the enactment of this section, the period of extension determined
onthe basis of theregulatory review period determined under any
suchparagraph may not exceed five years.

(B) If-the patent involved was issued before the-date of
theenactment of this section and-

(i) no request for an exemption. described in-para
graph (I)(B) or (4)(B) was submitted and no request for the
anthority described in paragraph (5)(B) was snbmitted,

(ii) no major health or environment effects test
described in paragraph (2)(B) or (4)(B) was initiated and no peti
tion for a regulation or application for registration described in
suchparagraph was submitted, or

(iii) no clinical investigation described in paragraph
(3) Was begunor product development protocol described in such
paragraph was submitted, beforesuchdateforthe approved prod
uct the period of extension determined on .the basis of the regula
tory review period determined under any suchparagraph may not
exceed five years.

(C) If the patent involvedwas issuedbeforethe date of
theenactment of this sectionandif anaction described in subpara
graph (B) was taken before the date of enactmentof this section
withrespect to the approved product and the commercial.market
ing or use ofthe product has notbeen approved beforesuch date,
the period of extension determined on the basisof the regulatory
review period determined under' such paragraph may not exceed
two years or in thecase of an approvedproduct which is a new
animal drug or veterinary biological product (asthose terms are
used in the Federal Food, Drug, and Cosmetic Act or the VllUS

Serum-Toxin Act), three years.

*****

After reviewing the information provided by the
regulatory agency, if the Office determines the patent
to be eligible for extension, the calculation is made of
the length of extension for which the patent is eligible
under the appropriate statutory provisions (35 U.S.C.
156(c); 37 CPR 1.750). The length of extension is
subjectto the limitations 005 U:S.C. 156(c)(3) and
35 U.S.C. 156(g)(6). A Notice of Final Determination
is mailed to applicant which states the length of exten
sion for which the application has been determined to
be eligible and the calculations used to determine the
length of extension. Recently mailed Notices of Final

Determination are posted in the Freedom of Informa
tion (FOIA) section of the USPfO web site
(www.uspto.gov) with other Decisions of the Com
misssioner. The notice provides a period, usually one
month, in which the applicant can request reconsider
ation of any aspect of the Office determination as to
eligibility or the length of extension for which the
application has been found eligible.

If the application has been determined to be ineligi
ble for patent term extension, an appropriate Notice of
Final Determination is mailed to applicant which
denies the application and sets forth the basis for the
denial. The applicant is given a period, usually one
month, in which to seek reconsideration of the deter
mination.

If the patent is found to be eligible for extension,
the Notice of Final Determination may include text
similar to the following:

A determination has been made that U.S. Patent No. _.
whichclaims thehuman drug_, is eligible forpatent term
extension under 35 U.S.C. 156. Theperiod of extension has
been determined to be

A single request forreconsideration of this finaldetermina
tion as to the. length' of extension of the term of the patent
may be made if filed within one mOhth of the date of this
notice. Extensions of time under 37CFR 1.136(a) are.not
applicable to thistimeperiod. In theabsence of suchrequest
for reconsideration, the Commissioner will issue a certifi
cate of extension, under seal, for a period of_ days.

The period of extension has been calculated using the FDA
determination of the length. of the regulatory review period
pnblished in the Federal Register of _. Under 35 U.S.c.
156(c).

Period of Extension'= 1/2 (Testing Phase) + Approval
Phase

=1/2(_--->+_

=_days

Since the regulatory review period began _, before the
patent issued__, only thatportion of the regulatory review
period occurring after the date the patent issued' has been
considered in theabovedetennination of the length of the
extension period 35 U.S.C. 156(c). (From _ to --> is_
days; thisperiod is subtracted for the number of daysoccur
ring in the testing phase according to.the FDA determina
tion of the length of the regulatory review period.) No
determination of a lack of due diligence under 35 U.S.C.
156(c)(I) was made.
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2758 MANUAL OF PATENTBXAMINING PROCEDURE

The 14 year exception of 35 V.S.C 156(c)(3) operates to
limit. the term of the extension in the. present situation
bec~use it provi?es ~at, the periodremaining intheterIU:of
the ,patent measured from the, date, ,of. approval', of the
approved product\~ whenadded'to the period of exten
sion'calculated above Ldays), cannot exceed fourteen
years. The period o:r extension 'is' thus "limited to _._. by
operation of 35 U.S.C. 156(c)(3).Since the patent term (35
U.S.c. 154)wouldexpire on__' ';theperiod of extensionis
the number of days to extend the termof thepatentfromits
expiration date to and including '_, or _ days.

. The limitations of 35 u.S.C. 156(g)(6) do not operate to fur
other reduce, the period of extension determined above;

See MPEP§ 2759 for further information pertain
ing to the issuance of a certificate of extension.

A patent term extension generally extends the
patent from its "original expiration date," as defined
by 35 U.S.C. 154 to include extension under
35 U.S.C. 154(b). Patents "in force on June 8,
1995 only because of a Hatch-Waxman extension are
not entitled to re-app1y a restoration extension to a 20
year from filing term." Merck & Co...v. Kessler,
80 F.3d 1543, 1553, 38 USPQ2d 1347, 1354 (Fed.
Cir}996). However, if the patent received an interim
extension under 35 U.S.C. 156(d)(5) and the patent is
eligible for either a.two- or a three-year extension, the
extension would run from the approval date of the
product, not the original expiration date ofthe patent.
See 35 U.S.C. 156(d)(5)(E)(ii).

No certificate or extension will be issued if the term
of a patent cannot be extended, even though the patent
is otherwise determined to be eligible for extension.
In such situations the final determination would issue
indicating that no certificate will issue;

CALCULATION OF PATENT TERM EXTEN
SION

The procedure for calculating the length of the
patent term extension is set forth for human drugs,
antibiotic drugs, and human biological products in
37 FR 1.775; for food or color additives in 37 CFR
1.776; for medical devices in 37 CPR 1.777; for ani
mal drug products in 37 CPR 1.778; and for veteri
nary biological products in 37 CFR 1.779. Thelength
of patent term extension is the length of the regulatory
review period as determined by .the Secretary of

Health and Human Services of the Secretary of Agri
culture, but reduced, where appropriate, by the time
periods provided in 37CPR1.775 - 1.779. The Office
will rely on the Secretary's determination of the
length of the regulatory review period when calculat
ing the length of the extension period under 37 CFR
1.775 - 1.779.

Any part of the regulatory review period which
occurs before the. patent was granted will not be
countedtoward patent term extension, Any period in
which the marketing applicant failed to exercise due
diligence, thereby unnecessarily adding to the length
of the regulatory review period after the patent issued,
will not be considered in deterniining the length of the
extension period. In making the calculation of the
extension period, .half days will be ignored and thus
will not be subtracted from the regulatory review
period.

For products other than animal drug or veterinary
biological products, the calculated extension period
cannot exceed .any of the following. statntory maxi
mum periods of extension:

(A) If the period remaining in the term of the
patent after thedateof approval of the approved prod
uct when added to the calculated regnlatory review
period exceeds fourteen years, the period of extension
shall be reduced so that the total of both such periods
does not exceed fourteen years;

(B) If the patent involved wasissued after Sep
tember 24, 1984, (the date of enactment of the stat
ute), the calculat~d period of extensi6nmay not
exceed five years;

(C) If the patent involved was issued before Sep
tember 24, 1984, (the date of enactment of the stat
ute), and the regulatory review .period proceeding
started after this date, the calculated period of exten
sionmay not exceed five years; and

(D) If the patent involved was issued before Sep
tember 24, 1984, (the date of enactment of the stat
ute), and the. regulatory review period proceeding
started beforethis date, and the commercial marketing
or use of the product has been approved after such
date, the calculated period of extension may not
exceed two years.
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For animal drug or veterinary biological products,
the calculated extension period cannot exceed any of
the following statutory maximum periods of exten
sion:

(A) If the period remaining in the term of the
patent after the date of approval of the approved prod
uct when added to the calculated regulatory review
period exceeds fourteen years, the period of extension
shall be reduced so that the total of both such periods
does not exceed fourteen years;

(B) If the patent involved was issued after
November 16, 1988, the calculated period of exten
sion may not exceed five years;

(C) If the patent involved was issued before
November 16, 1988, and the regulatory review period
proceeding started after this date, the calculated
period of extension may not exceed five years; and

(D) If the patent involved was issned before
November 16, 1988, and the regulatory review period
proceeding started before this date, and the commer
cial marketing or use of the product has been
approved after such date, the calculated period of
extension may not exceed three years.

The patent term extension of a patent that issued
before September 24, 1984, where the regulatory
review period began and ended before September 24,
1984, would only be a function of the regulatory
review period and the fourteen-year limit, and may be
extended for more than five years. Hoechst Aktienge
sellschaft v. Quigg, 916 F2d 522, 525, 16 USPQ2d
1549, 1551 (Fed. Cit. 1990).

2759 Certificate of Extension
of Patent Term

35 U.s.C. 156. Extension ofpatent term.

*****
(e)(l) A determination that a patent is eligible for extension

maybe made by the Directorsolely on the basis of the representa
tions contained in the application for the extension. If the Director
determines that a patent is eligible for extension under subsection
(a) and that the requirements of paragraphs (1) through (4) of suh
section (d) have been complied with, the Director shall issue to
the applicant for the extension of the term of the patent a certifi
cate of extension, under seal, for the period prescribed by subsec
tion (c). Such certificate shall be recorded in the official file of the
patent and shall be considered as part of the original patent.

*****

37 CFR 1.780. Certificate or order of extension ofpatent
term.

If a determination is made pursuant to § 1.750 that a patent is
eligible for extension. and that. the term of the patent is to be
extended, a certificate of extension, under seal, or an order grant
ing interim extension under 35 U.S.c. 156(d)(5), will be issued to
the' applicant for the extension of the patent term. Such certificate
or order will be recorded in the official file of the patent and will
be considered as part of the original patent. Notification of the
issuance of the certificate or order of extension will be published
in the Official Gazette of the.United States Patent and Trademark
Office. Notification of the issuance of the order granting an
interim extension under 35 U.S.C. 156(d)(5), including the iden
tity of the product currently under regulatory review, will be pub
lished in the Official Gazette of the United States Patent and
Trademark Office and in the Federal Register. No certificate of,
or order granting, an extension will be issued if the term of the
patent cannot be extended, even though the patent is otherwise
determined to be eligible for extension. In such situations, the
final determination made pursuant to § 1.750 will indicate that no
certificate-or order will issue.

Once a determination is made pursnant to 37 CFR
1.750 that a patent is eligible for extension of its term,
a certificate of extension, under seal, will be issued to
the patent owner at the correspondence address speci
fied in the application for patent term extension. Fol
lowing the One-month period provided in the Notice
of Final Determination, and where an extension is
appropriate, the Certificate of Extension is signed by
the Commissioner. The original certificate is mailed
or delivered to the applicant and a copy is sent to the
regnlatory agency. A copy of the certificate is placed
in the two files (official file/patent file and public file)
maintained for the patent term extension application.

Upon issuance of the certificate of extension, a
notice is published in the Official Gazette. A sample
Official Gazette Notice Follows:

PATENT TERM EXTENDED UNDER 35 u.s.c. 156

A Certificate extending the term of the following patent was
issued on

U.S. Patent No.: _ Granted: _; Applicant: _; Owner of Record:
_; Title: _; Classification: _ Product Trade Name: _; Origi
nal Expiration Date: _; Term Extended: __; Extended Expira
tion Date;

All original papers from the application for patent
term extension in the official file are transferred to the
official patent file ofthe subject patent and become a
part of the permanent record. A copy of the certificate
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2760 MANUAL OF PATENT EXAMINING PROCEDURE

of extension of patent term is added to the patent elec
tronic database as part of the patent record in the
same manner as is a certificate of correction ora ter
minal disclaimer. The patent is also added to the list of
patents extended under 35 U.S.c. 156, a copy of
which is posted On the USPfO web site
(www.uspto.gov) and which is also available in the
Reading Room of the Public Search Room and from
the Office of Patent Legal Administration. The public
file for the application for patent term extension is
stored in the Office of Patent Legal Administration.

2760 lradeSecret,Confidential,
and Protective Order Material

There is no provision in the statute or the rules for
withholding from the public any informatio~ that is
submitted to the Office or the regulatory agency relat
ing to an application for patent term extension. While
one submitting such materials to the Office in relation
to a pending application for patent term extension
must generally assume that such materials will be
made of record in the me and be made public, the
Office is not unmindful of the difficulties this some
times imposes. Proprietary or trade secret information
should be submitted generally in accordance with the
procedures set forth in MPEP § 724.02. Identification
of the propriety or trade secret material should be
made by page, line, and word, as necessary. The
Office will not in the first instance undertake the task
of determining the precise material in the application
which is proprietary or trade secret information. Only
the applicant is in a position to make this determina
tion. See In re Schering-Plougb Corp., lUSPQ2d
1926,1926 (Comm'rPat. & Tm. 1986).

The information will not be made public as part of
the patentfile before a certificate of patent extension
is issued. Should the Office receive a Freedom of
Information Act (FOIA) request for the material, the
applicant will be provided notice and an opportunity
to substantiate its claim that the material is proprietary
before the Office deterrl1ines whether disclosure of the
material is required under the FOIA. If such informa
tion was material to a determination of eligibility or
any other Office responsibility under 35 U.S.c. 156, it
will be made public at the time the certificate of
extension is issued. Otherwise, if a suitable petition to
expunge is filed before the issuance-of the certificate,
the trade secret or confidential information will be

expunged from the file and returned to the patent term
extension applicant. If a petition to expunge is not
filed prior to the issuance of the certificate, all of the
information will be open to public inspection.

2761 Multiple Applications for
Extension of Term of the
Safue Patent or of Different
Patents forthe Same Regulatory
Review Period for a Product

35 U.S.c. 156. Extension ofpatent term.

*****
(c)(4) in no event shall mote than one patent be extended

under subsection- (e)(i) for the same regulatory review period-for
any product.

*****
37 CFR 1.785. Multiple applications for extension of term
of the same patent or of different patents for the same
regulatory review period for aproduct.

(a) Only 0Ile patent may be extended for a regulatory review
period for any product § 1.720 (h). If more than one application
for extension of the same patent is filed, the certificate of exten
sion of patent term, if appropriate, will be issued based upon the
first filed applicationfor extension.

(b) If more than one application for extension is filedby a
single applicant which seeks the extension of the term of two or
more patents based upon .the same regulatory review period, and
the, patents are otherwise eligible for extension pursuant to the
requirements ofthis subpart,:in the absence of an election by the
applicant, the certificate of ~xtension of patent term, if appropri
ate, will be issued upon the application for extension of the patent
term having the earliest date of issuance of those patents for which
extension is sought.

(c) If an application for extension is filed which seeks the
extension of the term of a patentbased upon -the same regulatory
review period as that relied upon in one or more applications for
extension pursuant tothe requirements of this subpart, the certifi
cate of extension of patent term will be issued on the application
only if the patent owner or its agent is the holder of the regulatory
approval granted with respect to the regulatory review period.

(d) An application for extension shall be considered com
plete andformal regardless of whether it -contains the identifica
tion of the holder ofthe regulatory approval granted with respect
to the regulatory -review period. When an application contains
such information, or is amended -to contain such information, it
willbe considered in determining whether an application is eligi
ble for an ext~nsion under this section. A request may be made of
any applicant to supply such information within a non-extendable
period ofnot less than o~emonthwhenever multiple applications
for extension' of more than one patent are received and rely upon
the same regulatory review period. Failure to provide such infer-
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mation within the period for.reply set-shall beregarded as conclu
sively establishing that the applicant is not the holder of the
regulatory approval.

(e) Determinations made under this section shall be included
in 'the' notice affinal determination ofeligibility for extension of
the patent term pursuant to § 1.750 and shall be regarded as part of
that determination.

Only one patent Illay be extended for a regulatory
review period for any product. If morethanone appli
cation for extension is filed for a single patent by dif
ferent applicants,the certificateof.extension of the
term of the patent, if appropriate; would be issued
based upon the first filed application for extension of
patent term. If a single applicant files more than one
application for patent term extension for a single
patent based upon the regulatory review period of dif
ferent 'products, then the final determination under
37 CPR 1.750 will provide a period of time (usually
one month) for the patent owner to elect the product
for which extension is desired. An express withdrawal
of the applications for extension of thenonelected
products sho,uld accompany the election. The final
determination will indicate that if the patent owner
fails to elect' a single product within the set time
period, the Office will issue a certificate of extension
for thepatent for a specified one of the products.

If more than one application for extension is filed
by a single applicant for the extensio~of the terms of
different patents based upon the same regulatory
review period for a product,the certificate ofexten
sion will be issued on the application for extension of
the patent having the earliest date of issuance of those
for which extension is sought unless,all but one appli
cation for extension is voluntarily withdrawn by the
applicant. When plural patents are found to be eligible'
for patent term extension based on the same regula
tory review of a product, the final determination under
37 CFR 1.750 will provide a period of tiJne (usually
one month) for the patent owner to elect the patent for
which extension is desired. An express withdrawal of
the application(s) for extension of the nonelected
patent(s) should accompany the election, A failure to
elect within the set time,period Will result in issuance
of a certificate of extension for the patent having the
earliest date of issue.

If applications for extension are filed by different
applicantsfor the extension ofthe terms of different
patents based upon the same regulatory review period
of a product, the certificate of extension will be issued

on the application of the holder of the regulatory
approval (marketing applicant); If, the marketing
applicant is not an applicant for extension, the certifi
cate of extension will issue to the applicant for exten
sion which holds an express authorization from the
marketing applicant to rely upon the regulatory
review periodas the basis for the application for
extension. See also 37 CPR l.785(d).

2762 Duty of Disclosure in Patent
Term Extension Proceedings

37CFR 1.765. Duty ofdisclosure in patent term.extension
proceedings. , ,

(a) A duty of~,andor and good faith toward the Patent and
Trademark Office and the Secretary of Health and Human Ser
vices or the Secretary.ofAgriculture rests collie patent owner or
its .agent.. on ,each' attorney, or .agent who represents the, patent

owner ,an4. on every, other individual ,~ho.is".substantively

involved on behalf of the patent owner in a patent term extension
proceeding. All such individuals who are aware, or become aware,
of material information adverse to a determination of entitlement
to the extension sought, which has not been ,previously, made of
record, in the patent term extension proceeding must bring such
information 'to the' attention of the 'Office-or the Secretary, as
appropriate, in accordance with paragraph: (b) of this section, as
soon as it is practical to do so after the individual becomes aware
of the information. Information is material where there is a sub
stantial'Iikelihood that the Office or the Secretarywould consider
it important in determinations to be made in the 'patent tennexten
sion proc~eding~

(b) Disclosures pursutillt to this ,section must be. accompa
nied by a copy of each written document which is being disclosed.
The disclosure must bemade to the Office' or the Secretary, as
appropriate, unless the disclosure is material to,determinations to
be made by both the Office and the Secretary, in which casedupli
cate copies, certified as such, must be filed in the Office and with
the Secretary. Disclosures pursuant to this section may be made to
the Office or the Secretary. asappr?priat~, through an attorney or
agent having responsibility on behalf of the patent owner or its
agent for the patent term extension proceeding or through a patent
owner acting on his orher ownbehalf.Disclosure to such an attor
ney, agent or patent owner: shall satisfy the-duty of any other indi
vidual. Such. an attorney, agent or patent owner has no duty to
transmit information which is not material to the determination of
entitlement.to the extension sought.

(c) No patent willbe: determined eligible for extensionand
no extension will be issued, if it is determined. that fraud on, the
Office or the Secretary was practiced or' attempted or the duty 'of
disclosure was violated through bad faith or gross negligence in
connection with: the patent term extension proceeding. If it is
established by clear and convincing evidence that any fraud was
pra~ticed or attempted ,onthe Office or_theSFcretary in connec
tion with the patent term extension proceeding or that there was
any violation of the duty of disclosure through bad faith or gross
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negligence in connection with thepatent termextension proceed
ing, a finaldetermination will be madepursuant to § :1.750 that the
patent is not eligible forextension.

*****

A duty of caudor and good faith toward the
USPTO, the Secretary of Health and Humau Services,
and the Secretary of Agriculture rests on the patent
owner or its agent, on each attorney or agent who rep
resents the patent owner, and on every other individ
ual who is substantively involved on behalf of the
patent owner iii a patent term extension proceeding.
All such individuals who are aware, or become aware,
of material information adverse to a determination of
entitlement to the extension sought, which has not
been previously made of record in the patent term
extension proceeding, must bring such information to
the attention of the Office or the Secretary, as appro
priate, as soon as it is practicable to do so after the
individual becomes aware of the information. Infor
mation is "material" when there is a substantiallikeli
hood that the Office or the Secretary would consider it
iniportant in determinations to be made in the patent
term extensionproceeding. Any such material infor
mation should be submitted to the Commissioner of
Patents and Trademarks, the Secretary of Health and
Human Services, or the Secretary of Agriculture, as
appropriate, accompanied by a copy of each written
document being disclosed. The information may be
submitted through a patent attorney or agent.

A determination of eligibility for an extension or
the issuance of a certificate will not be made if clear
and convincing evidence of fraud or attempted fraud
on the Office or a Secretary is determined to be
present, or the duty of disclosure is determined to
have been violated through bad faith or gross negli
gence in connection with the patent term extension
proceeding. Since the determination as to whether a
patent is eligible for extension maybe made solely on
the basis of the representations made in the applica
tion for extension, a final determination to refuse a
patent term extension because of .fraud or a violation
of the duty of disclosure is expected to be rare. See
MPEP§ 2010.

2763 Limitation of Third Party
Participation

37 CFR 1.765. Duty ofdisclosure in patent term extension
proceedings.

*****
(d) The duty of'disclosure pursuant to' this section rests on

the individuals identified in paragraph (a) 'of this section and no
submission on'behalf of third parties, in the form of protests or
otherwise, will be considered by the Office. Any such submis
sions by tbird parties to the Office will be returned to the party
making the submission, orotherwise disposed of, without consid
eration by theOffice.

'*****

Although the statute specifically provides for pub
lic input iuto the determination of the regulatory
review period, i.e., the filing of a due diligence peti
tion before the regulatory agency, no such provision
was made for proceedings before the Office. Since
applicant already has a duty of disclosure to both the
Office and the regulatory agency, and Congress
expected that it would be an administratively simple
proceeding, noinput from third parties is permitted.
Absent an invitation from the Commissioner, any
such submission would be inappropriate. Accord
ingly, 37 CFR 1.765(d) precludes submissions to the
Office by or ou behalf of third parties, thereby making
patent term extension proceedings in the Office an ex
parte matter between the patent owner or its agent
and the Office. Submissions by third parties not
requested by the Office will be returned, or otherwise
disposed of, without consideration. See In re
Dubno, 12 USPQ2d 1153, 1154 (Comm'r Pat. & Tm.
1989).

2764 Express Withdrawal of Application
for Extension of Patent Term

37 CFR 1.770. Express withdrawal of application for
extension ofpatent term.

An application for extension of patent term may be expressly
withdrawn before a determination is made pursuant to § 1.750
by filing' in theOffice, induplicate, a written declaration of with
drawal signedby theownerof record of thepatent orits agent. An
application maynotbe expressly withdrawn after thedatepermit
ted for reply to the final determination on the application. An
express withdrawal pursuant to this section is effective when
acknowledged in writingby the Office. The filing of an express
withdrawal pursuant to this section and its acceptance by the
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Office does not entitle applicant to a refund of the filing fee
(§ 1.200» or any portion thereof.

Any request for withdrawal of an application for
extension of patent term after a determination has
been made pursuant to 37 CFR 1.750 must be submit
ted on or before the date permitted for reply to the

final determination, and be accompanied by a petition
under 37 CFR 1.182 with the appropriate petition fil
ing fee.

...............................
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Appendix I Partial List of Trademarks

The following is .~ partial list of trademarks .\Vhich may app~ar from time to time ill patent applications. Proper
usage of trademarksrequires that they be capitalized at all times. See MPEP§ 608.01(v).

Any questions by the examiners as to whether an apparenttrademarkis in fact a registered trademark or to
whatparticulargoodsa .registered trademark applies should be referred to the Trademark Search Library (308
9800) for determination.

Trademark

BUSS Electric fuses, fuse holders, fuse
wire, and protectors for electric
circuits that include fuse links and
thermal cutouts and that respond
to heavy overloads or short
circuits to openthecircuits

BUTTERFLY Medical infusion sets for
administration of fluids

CALGON ; , Water softening and water
conditioning for industrial,
laundry, and semi-industrial use

CALROD Electrical resistance heaters;
electrical resistance heating
elementsfor cooling devices

CARBORUNDUM .•. Electrical devices compnsmg
detectors for radio apparatus,
resistance rods, lighming
arrestors, resistors, and resistor
units

CARBORUNDUM ... 01stalline substance used as an
abradant and for other purposes

CAROUSEL. Photographic projectors

CAT. . . . . . . . . . . . . . . Machinery for earth moving, earth
conditioning, and material
handling, namely, Ioaders and

. engines therefor, and parts for the
foregoing; vehicles and internal
combustion engines for earth and
material hauling and handling,
namely - tractors and engines
therefor, and parts for the
foregoing

CATERPILLAR Tractors, engines, treads, etc.

CHAP STICK. . .. . Medicinal preparation for chapped
.. skin, sunburn, and hangnails

CLOROX . . . . . . . . . . . Household cleanser compositions,
laundry detergent

Particular goods on or in connection
withwhich the trademark is used

ACE Elastic bandages, adhesive
bandages, adherent compounds
for attaching surgical dressings or
baridages to the skin, and bandage
fastening clips

ACTIONWEAR Men's!. women's, children's, and
infants' garments - namely coats,
sweaters, blouses, shirts,
underwear, and sleepwear

ADRENALIN Hemostatic, astringent, blood
pressureraising and stimulating
preparations for medicinal or
surgicalpurposes

AEROJET Thrust motors whose general pur
pose is to provide thrust by means
of, aicombustion process, and
includes all the component parts
ofsuch motors

AEROSOL. ..... , .... Wetting agents for use in reducing
the interfacial tension between
liquids arid solids or between two
immiscible liquids

AIRVEYOR Conveyors for. conveying and
handling materials

ANCHOR Metallic fencing and related
components

ARNEL Yams; textile fibers, including
staple fibers and continuous
filaments

BARBIE Doll; accessories for doll

BEEF STICK, •....... Summer sausage

BIRKENSTOCK Footwear-namely, sandals, shoes,
and shoe insoles

BLUSH. . . . . . . . .. .. Wines

BOOGIE , Surfboards

Trademark

A-I

-Par~icular goods on or in connection'
withwhich the trademark is used
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COCA-COLA Beverages and syrups for the
. ·manufacture of such beverages

(carbonated soft drink)

COCOA-PUFFS Ready to eat breakfast cereal

COKE Nonalcoholic, maltless beverages
.. aud the syrups for making such

beverages

COREX Thermosettiug plastic in the
nature of a paint converted by heat
into an insoluble, unfusible film

CRAWLER Children's play clothes, namely,
overalls, shirts, rompers, and
sunsuits

CYCLONE· , : ;Seeders and planters

DACRON , .. Yarns of synthetic fibers;
synthetic polyester fibers for
generalized use in the industrial
arts

DORITOS Com chips, potato chips, tortilla
chips, pretzels, and nut meats

FEDEX , Shipping containers in the nature
ofdocument envelopes, boxes and
tubes; pick-up, transportation,
storage; and delivery of
documents, packages and freight
by land and air

FIBERGLAS Inorganic material in a fibrous
condition or in the form of a loose
mass of filaments or fibers

FLEXWOOD. " Fabric-backed wood veneer

FLYING SAUCER ..•.. Toys, namely model airplanes and
aerodynamic flying discs

FOAlVIICIDE Chemical composition for
addition to foaming liquids
present in bottle and container
washing processes and in
industrial chemistry processes, to
prevent the formation of foam
therein

FOOTLETS , Anklets, knee-hi socks, hosiery,
and footsocks

TrademarkTrademark Particulo';'goods .011 orin connection
with which the trademark is used

Particular goods on or in connection
with which the trademark is used

FORMICA Laminates and solid surfacing
materials in the forin of slabs
madepredominantly of plastic for
use in the manufacture of
countertops, vanity tops,
tabletops, sinkbowls, bath tubs,
wall paneling, flooring, and
furniture

GLAD ::: . . . Plastic bag holders

GLAD LOCK. . . . . . . . Plastic bags for packaging, such as
food storage and freezer bags

HACKY SACK ..... , Footbags used in a kicking game;
conducting kicking game
tournaments and kicking game
instructional clinics

HI-LITER ..... , ..... Marking pens

INTERNET. . . . .. . . . . Communication services, namely
providing electronic data
transmission services in the
electronic banking field and retail
marketing field

INTERNET Carpeting installation information
exchange and consulting services
rendered by computer

INTERNET . Distribution and production of
TELEVISION broadcast and nonbroadcast

television programs, videotaped
programs and audio tapes

IRONCLAD Storage-battery plates

JARLSBERG Cheese

JEEP . . . . . . . . . . . . . . . Automobiles and structural parts
thereof

JELL-O. . . . . . . . . . . . . A compound used in the
preparation of (jellies) desserts
(pastries and ice-cream); gelatin
dessert

JELLO-LIGHT Pudding

JET SKI , . . . Boats, recreational watercraft,
floor mats, clothing, paint for
machinery, tarpaulins, used to
hold down boat covers; straps,
namely boat covers and boat
towing lines, motor oil, duffle
bags

August2001 A-2



PARTIALLIST OF TRADEMARKS

KARMELKORN.. " .. Popcorn candy, seasoned popcorn,
cheese-covered popcorn, and
popcorn balls each of which is
made. from popped popcorn; and
also unpoppe~ popcorn, candy,
candied apple; nuts, and ice cream

KEVLAR Man-made fibers for generalized
use in the industrial arts

KITTY LITTER Ground clay used for Jitters for
small animals, i.e., cats, rats, mice,
hamsters

KLEENEX Absorbent tissue suitable: for
cleaning, hygienic, andcosmetic
purposes, and paper towels

KOOSH " Tossing balls

LIFESAVERS Chewing-gum, candy,
sweetmeats, and confections

LINOTYPE Typesetting machines and parts
thereof; accessories and
equipment for use with typeset
machines and systems - namely,
line printers, video terminals,
keyboards, tape perforators, tape
readers, graphic scanners, optical
character readers and computer
programs

LIQUID PAPER Office supply products, namely
correction fluid, error correction
tapes,

LISTSERV Computer software for managing
electronic mailing lists

LOAFERS Ladies', men's, and boys' shoes
made of leather, rubber, fabric,
and various combinations of such
materials

LUCITE Enameland paint

LYCRA , Synthetic fibers and filaments for
generalized use in the industrial
arts

MINI BAR Small-sized pry bars

TrademarkTrademark Particular goods on or in connection
with which the trademark is used

Particular goods on or in connection
with which the trademark is used

MONOTYPE .•.. , .... Type casting and composing
machines, including keyboards
and casting-machines and repair
parts and supplies therefor; paper
ribbons or controllers for type
casting.and composing machines;
photo typesetting machines
utilizing cameras and laserbeam,
and structural parts thereof,
typefaces, typefonts and type
designs of alphanumeric
characters and/or typographical
symbols recorded as visible
imagesin printer's type

MUSIC BY MUZAK .. Planned music servicefoi
transmitting specially
programmed background music to
stores, restaurants. homes, hotels,
banks, railroads, airlines, boats,
transportation terminals, factories
aud other industrial and
commercial establishments
throughout the U.S.

MYLAR . : Flexible film for packagiug
purposes; polyester film

OlLOEAR ., Valves for use in aud in
counection with .. the hydraulic
transmission of power

ORLON .........•.. Synthetic fiber-fornting polymers
and copolymers of acrylic acid or
its derivatives produced in the
form of fibers for further use in the
iudustrial arts

PAMPERS Disposable diapers

PARA-SAIL Parachutes

PERF-A-TAPE Paper tape for sealing composition
board joiuts

PERMALLOY . . .. .. . Metal hardeniug agent sold as a
component part of machine parts;
namely; sheaves, drill steels,
barrel rollers, and pins for mirting
machinery such as drag line
conveyors and drills
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STELLITE . . . . . . . . . . Metal alloys

STELLITE Rivet setting tools

SWOOSH. Footwear

TABASCO ...•...... Pepper sauce

TALON Thread

TEFLON Synthetic resinous fluorine
containing polymers in form of
molding and extruding
compositions, fabricated shapes
namely, sheets, [rods] tubes, tape
and filaments [-solutions,] and
emulsions;
polyretrafluoroethylene coatings
in the nature of paints and
varnishes

TELEMARKETING Telephone marketing consulting
INC services; conducting telephone

sales campaigns for business
clients

TELETYPE Printing-telegraph apparatus

TELEX . . . .. . . . . . . • . Equipment and apparatus for
electronic treatment of sound
namely, sound recorders
reproducers, phonographs, tape
decks, tape recorders, tape
cartridge players, tape duplicators,
tapes for sound recording and
reproduction, combination tape
recorders and radios, and
combination phonographs-tape
decks, and components and parts
for all of said equipment

THERMOS Temperature-retaining vessels;
double-waIled glass vessels with
vacuum between the walls

TOLL HOUSE Prepared edible chocolate

SPEED NUT Nuts

SPERRY TOP-SIDER. Boating coats, boating hats,
boating suits, boating jackets,
boating shirts and boating
trousers, footwear

Trademark Particular goods on or in connection
withwhich the trademark is used

SNOOZ-ALARM ..... Electronic repeat alarm timer sold
as a component of alarm clocks;
clocks

containing
side for

POST-IT Stationary notes
adhesive on one
attachment to surfaces

PYREX Beakers, flasks, test tubes, etc.;
grass

QillCKEN Computer software programs and
user documentation supplied
therewith

Q-TIPS Absorbent swabs and balls for
toiletry, medical, and cosmetic
uses; swabs consisting of smaIl
sticks of wood or paper having
wads of cotton twisted about one
or both ends, intended for use
primarily as a cosmetic aid

RICE KRISPIES .« Cereal breakfast food

RIPPLE Wines

ROLLERBLADE ..... Boots equipped with
longitudinally aligned roIlers used
for skating and skiing

ROQUEFORT Cheese

SANKA Coffees and teas, coffee and tea
extracts, both dry and liquid, and
tea and coffee substitutes

SCOTCH Masking tape, ceIlophane tape,
acetate fiber tape and other
pressure-sensitive adhesive tapes;
liquid adhesive, adhesive sheet
material, an adhesive coated sheet
material in sheet or strip form;
adhesive tape

SNAP-ON Sharpening stones, nail clipper;
calibrated rulers, magnetic paper
clips, magnetic tape holders, 0011
bit gauges, tape measurers; tools
and machinery

Particular goods on or in connection
withwhich the trademark is used

PIZZA ROLLS Pasta snacks, namely hamburger
flavor pasta snacks, cheeseburger
flavor pasta snacks, pepperoni and
cheese flavor pasta snacks,
sausage; and cheese flavor pasta
snacks, and shrimp and cheese
flavor pasta snacks

POPSICLE. Frozen confections on sticks and
liquid flavoring concentrates for
making said confections

Trademark
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Trademark TrademarkParticular goods on or in connection
with which the trademark is used

TOUCH-TONE Musical instruments, mainly
timpani and other drums,
malletsfor playing drums, and
other percussion instruments and
parts thereof

TRAV-O-LATER Endless conveyors

TRIGGER Indicating tripping fuses

TROUT CHOW Feed for fish

TWIST-LOCK. Electrical wmng apparatus,
namely electric flush receptacles,
attachment plug, caps, cord
coupling, caps, couplings,
connectors, motor couplings,
attachment plugs, and motor plugs

TYVEK Fabrics of man-made fibers and
filaments suitable for making into
household furnishings and apparel
and for industrial uses

VASELINE Emollient and medicinal
preparation for external and
internal use; petroleum jelly, oil
petrol, white mineral oil;
moisturizing lotionandcream

VELCRO Notion - namely, a synthetic
material sold in ribbon, sheet, or
piece goods form, said material
having complemental parts which
adhere to each other when pressed
together and adapted for use as a
closure fastener, or button for
closing garments, curtains, or the
like; separable fasteners-namely,
hook and loop-type fasteners and
components thereof

VICTROLA Prerecorded audio cassettes;
records for talking-machines

VIDEOFILE Document storage systems
designed to automate the storage
andretrieval of document images,
and components thereof

VIENNA BEEF Tongue, corned beef, frankfurters,
wieners, knockwurst, polish
sausage, pastrami, salami, and
bologna

A-5

Particular goods on or in connection
with which the trademark is used

VISE-GRIP ... ":,, ... Hand tools and instruments,
namely pliers and workholding
clamps with or without a cutting
edge, wrenches, wrenches with a
wire cutter and welding clamps,
and sheet metal bending tool

VOTATOR Machinery for processing and
handling materials in fluid,
plastic, or particulate form
including food products

WEATHER-OMETER. Apparatus for testing the effect of
weather upon the surface of
objects

WEED EATER. . . . . . . Machinery for edging and
trimming vegetation; weed and
grass cutting machinery for
edging and trimming lawns

WIFFLE Simulated or auxiliary pliable
plastic baseballs and a game
played therewith

WINDBREAKER .... Men's, young men's, boys',
women's, misses' and girl's
apparel for sportswear, dress
wear, work wear, and uniforms;
namely jackets, vests, trousers,
suits, shirts, blouses

WINDOWS Cartridges contaiuing software for
operating or enhancing the
operation of laser printers, which
cartridges are to be inserted into
the printers, and accompanying
software for installation in
computers which communicate
with the printers; computer
programs and manuals sold as a
unit; namely graphical operating
environment programs for
microcomputers

WINDSURFER Sailboats having a free sail system

WITE-OUT Typing and drawing correction
fluid (erasing liquid)
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Particular goods on or in connection
. with which the trademark is used

XEROX , .. Electrophotographic copying
machines (and equipment for
recording x-ray images - namely,
processors for electrostatically
charging xeroradiographic plates
and conditioners for producing
positive or negative prints)

ZIPLOC , .. Plastic bags
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Appendix L Patent Laws

United States Code Title 35 - Patents

PART I-UNITED STATES PATENT
AND TRADEMARKOFFICE

CHAPTER l-ESTABLlSHMENT, OFFICERS
AND EMPLOYEES, FUNCTIONS

Sec.

1 Establishment.

2 Powers and Duties.

3 Officers and employees.

4 Restrictions on Officers and employees as to interest in

patents.

5 Patent and Trademark Office Public Advisory
Committees.

7 Library.

8 Classification ofpatents.

9 Certified copies of records.

10 Publications.

II Exchange of copies of patents and applications with

foreign countries.

12 Copies of patents and applications for public libraries.

13 Annual report to Congress.

CHAPTER 2 - PROCEEDINGS IN THE
PATENTS AND TRADEMARK OFFICE

21 Filing date and day for taking action.

22 Printing of papers filed.

23 Testimony in Patent and Trademark Office cases.

24 Subpoenas, witnesses.

25 Declaration in lieu of oath.

26 Effect of defective execution.

CHAPTER 3~ PRACTICE BEFORE PATENT
AND TRADEMARK OFFICE

31 [Repealed].

32 Suspension or exclusion from practice.

33 Unauthorized representation as practitioner.

CHAPTER 4~ PATENT FEES; FUNDING;
SEARCH SYSTEMS

41 Patent fees; patent and trademark search systems.

42 Patent and Trademark Office funding.

PART II - PATENTABILITY OF
INVENTIONS AND GRANT OF PATENTS

CHAPTER 10 - PATENTABILlTY
OF INVENTIONS

100 Definitions.

10I Inventions patentable.

102 Conditions for patentability; novelty and loss of right
to patent.

103 Conditions for patentability; non-obvious subject
matter.

104 Invention made abroad.

105 Inventions in outer space.

CHAPTER 11 - APPLlCATION FOR PATENT

111 Application.

112 Specification.
113 Drawings.

114 Models, specimens.

115 Oath of applicant.
116 Inventors.
117 Death or incapacity of inventor.

118 Filing by other than inventor.
119 Benefit of earlier filing date; right of priority.

120 Benefit of earlier filing date in the United States.
121 Divisional applications.
122 Confidential sratusof applications; publication of

patent applications.

CHAPTER 12 - EXAMINATION
OF APPLlCATION

131 Exantination of application.
132 Notice of rejection; 'reexamination.
133 Time for prosecuting application.
134 Appeal to the Board of Patent Appeals and

Interferences.
135 Interferences.

CHAPTER 13~REVIEWOFPATENTAND
TRADEMARK OFFICE DECISION

141 Appeal to Court of Appeals for the Federal Circuit.

142 Notice of appeal.
143 Proceedings on appeal.

144 Decision on appeal.
145 Civil action to obtain patent.
146 Civil action in case of interference.
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CHAPTER 14 - ISSUE OF PATENT

151 Issue of patent.
152 Issue of patent to assignee.
153 How issued.
154 Contents and term of patent; provisional rights.
155 Patent term extension.
155A Patent term restoration.
156 Extension of patent term.
157 Statutory invention registration.

CHAPTER 15-PLANTPATENTS

161 Patents for plants.
162 Description, claim.
163 Grant.
164 Assistance of the Department of Agriculture.

CHAPTER 16 - DESIGNS

171 Patents for designs.
172 Right of priority.
173 Term of design patent.

CHAPTER 17 - SECRECY OF CERTAIN
INVENTIONS AND FILING APPLICATIONS

IN FOREIGN COUNTRIES

181 Secrecy of certain inventions and withholding of
patent.

182 Abandonment of invention for unauthorized
disclosure.

183 Right to compensation.
184 Filing of application in foreign country.
185 Patent barred for filing without license.
186 Penalty.
187 Nonapplicability to certain persons.
188 Rules and regulations, delegation of power.

CHAPTER 18 - PATENT RIGHTS
IN INVENTIONS MADE WITH

FEDERAL ASSISTANCE

200 Policy and objective.
201 Definitions.
202 Disposition of rights.
203 March-in rights.
204 Preference for United States industry.
205 Confidentiality.
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206 Uniform clauses.and regulations.
207 Domestic and foreign protection of federally owned

inventions.

208 Regulations governing Federal licensing.
209 Licensing federally owned inventions.
210 Precedence of chapter.
211 Relationship to antitrust laws.
212 Disposition of rights in educational awards.

PART ill - PATENTS AND PROTECTION
OF PATENT RIGHTS

CHAPTER 25 - AMENDMENT AND
CORRECTION OF PATENTS

251 Reissue of defective patents.
252 Effect of reissue.
253 Disclaimer.
254 Certificate of correction of Patent and Trademark

Office mistake.
255 Certificate of correction of applicant's mistake.
256 Correction of named inventor.

CHAPTER 26 - OWNERSHIP AND
ASSIGNMENT

261 Ownership; assignment.
262 Joint owners.

CHAPTER 27 - GOVERNMENT
INTERESTS IN PATENTS

266 [Repealed.]
267 Time for taking action in Government applications.

CHAPTER 28 - INFRINGEMENT OF PATENTS

271 Infringement of patent.
272 Temporary presence in the United States.
273 Defense to infringement based on earlier inventor.

CHAPTER 29 - REMEDIES FOR
INFRINGEMENT OF PATENT, AND

OTHER ACTIONS

281 Remedy for infringement of patent.
282 Presumption of validity; defenses.
283 Injunction.
284 Damages.
285 Attorney fees.
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286 Time limitation on damages.
287 Limitation on damages and other remedies; marking

and notice.
288 Action for infringement of a patent containing an

invalid claim.
289 Additional remedyfor infringement of design patent.

290 Notice of patent suits.
291 Interfering patents.
292 False marking.
293 Nonresident patentee; service and notice.
294 Voluntary arbitration.
295 Presumptions: Product made by patented process.
296 Liability of States, instrumentalities ofStates, and

State officials for infringement of patents.
297 Improper and deceptive invention promotion.

CHAPTER 30 - PRIOR ART d"rATIONs TO
OFFICE AND EX PARTE REEXAMINATION

OF PATENTS

301 Citation of prior art.
302 Request for reexamination,
303 Determination of issue by Director:
304 Reexamination order by Director.
305 Conduct of reexaminationproceedings.
306 Appeal.
307 Certificate of patentability, unpatentability, and claim'

cancellation.

CHAPTER 31-0PTIONAL INTER·PARTES
REEXAMINATION PROCEDURES

311 Request for inter partes reexamination.
312 Determination ofissue by Director.
313 Inter partes reexamination order by Director.
314 Conduct of inter partes reexamination proceedings.

315 Appeal.
316 Certificate of patentability, unpatentability, and claim

cancellation.
317 Inter partes reexamination prohibited.
318 Stay of litigation,

PARTlY-PATENT
COOPERATIONTREATY

CHAPTER35 - DEFINITIONS

351 Definitions.

CHAPTER 36 - INTERNATIONAL STAGE

361 Receiving Office.
362 International Searching Authority and International

Preliminary Examining Authority.

363 International application designating the United
States: Effect.

364 International.stage: Procedure;
365 Right of priority; benefit of the filing date of a prior

application.
366 Withdrawn internationalapplication.
367 Actions ofother authorities: Review.
368 Secrecy of certain inventions; filing international

applications in foreign conntries.

CHAPTER 37 - NATIONAL STAGE

371 National stage: Commencement.
372 National stage: Requirements andprocednre.

373 Improper applicant.
374 Publication of internationalapplication: Effect.
375 Patent issued on international application.

376 Fees.

PARTI- UNITED STATES PATENT
AND TRADEMARK OFFICE

.CHAPTER I~ESTABLISHMENT,

OFFICERS AND EMPLOYEES, FUNCTIONS

Sec.
1 Establishment.
2 Powers and duties.
3 Officers and employees.
4 Restrictions on officers and employees as to

interest in patents. .
5 Paten! and Trademark Office Public Advisory

Committees.
6 Board of Patent and Appeals and Interferences.

7 Library.
8 Classification of patents.
9 Certified copies of records.

10· Publications.
11 Exchange of copies of patents and applications

with foreign countries.
12 Copies of, patents and applications for public

libraries.
13 Annual report to Congress.
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35 U.S.C. 1 Establishment.
(a) ESTABLiSHMENT.- The United States

Patent and Trademark Office is established as an
agency of the United States, within the Department of
Commerce. In carrying ont its functions, the United
States Patent and Trademark Office shall be subject to
the policy directiou of the Secretary of Commerce,
but otherwise shall retain responsibility for decisions
regarding the management and admiuistration of its
operations and shall exercise independent control of
its budget allocations and expenditures, personnel
decisions and processes, procurements, and other
administrative and management functions in accor
dance with this title and applicable provisionS oflaw.
Those operations designed to grant and issue patents
and those operations which are designed to facilitate
the registration of trademarks shall be treated as sepa
rate operating units within the Office.

(b) OFFICES.~ The United States Patent and
Trademark Office shall maiutain its principal office in
the metropolitan Washington, D.C., area, for the ser
vice of procesS and papers and for the purpose of car
rying out its functions. The United States Pateut and
Trademark Office shall be deemed, for purposes of
venue in civil actions, to be a resident of the district in
which its principal office is located, except where
jurisdiction is otherwise provided bylaw. The United
States Patent and Trademark Office may establish sat
ellite offices. in such other places in the United States
as it considers necessary and appropriate in the con
duct of its business.

(c) REFERENCE.- For purposes of this title,
the United States Patent and Trademark Office shall
also be referred to as the "Office" and the "Patent and
Trademark Office".

(Amended Jan. 2, 1975, Public Law 93-596, sec. I, 88
Stat. 1949; amended Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 150IA-572 (S. 1948 sec, 4711).)

35 U.S.C. 2 Powers and duties.
(a) IN GENERAL.- The United States Patent

and Trademark Office, subject to the policy direction
of the Secretary of Commerce-

(I) shall be responsible for the granting and
issuing of patents and the registration of trademarks;
and

(2) shall be responsible for disseminating to
the public information with respect to patents and
trademarks.
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(b) SPECIFIC POWERS.- The Office-
(I) shall adopt and use a seal of the Office,

which shall be judicially noticed and with which let
ters patent, certificates of trademark registrations, and
papers issued by the Office shall be authenticated;

(2) may establish regulations, not inconsis
tent with law, which-

(A) shall govern the conduct of proceed
ings in the Office;

(B) shall be made ill accordance with sec
tion 553 of title 5, United States Code;

(C) shall facilitate and expedite the pro
cessing of patent applications, particularly those
which can be filed, stored, processed, searched, and
retrieved electronically, subject to the provisions of
section 122 relating to the confidential status of appli
cations;

(D) may govern the recognition and con
duct of agents, attorneys, or other persons represent
ing applicants or other parties before the Office, and
may require them, before being recognized as repre
sentatives of applicants or other persons, to show that
they are of good moral character and reputation and
are possessed ofthe necessary qualifications to render"
to applicants or other persons valuable service,
advice, and assistance in the presentation or prosecu
tion of their applications or other business before the
Office;

(E) shall recognize the public interest in
continuing to safeguard broad access to the United
States patent system through the reduced fee structure
for small entities under section 41(h)(l) of this title;
and

(F) provide for the development of a per
formance-based process that includes quantitative and
qualitative measures and standards for evaluating
cost-effectiveness and is consistent with the principles
of impartiality and competitiveness;

(3) may acquire, construct, purchase, lease,
hold, manage, operate, improve, alter, and renovate
any real, personal, or mixed property, or any interest
therein, as it considers necessary to carry out its func
tions;

(4)(A) may make such purchases, contracts
for the construction, maintenance, or management and
operation of facilities, and contracts for supplies or
services, without regard to the provisions of the Fed
eral Property and Administrative Services Act of
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1949 (40 U.S.C.471 et seq.), the Public Buildiugs Act
(40 U.S.C. 601 et seq.), and the McKinney-Vento
Homeless Assistance Act (42 U.S.c. 11301 et seq.);
and

(B) may enter into and perform such pur
chases and contracts for printing services, including
the process of composition, platemaking,presswork,
silk screen processes, binding, microform, and the
products of such processes, as it considers necessary
to carry out the functions of the Office, without regard
to sections 501 through 517 and 1101 through 1123 of
title 44, United States Code;

(5) may use, with their consent, services,
equipment, personnel, and facilities of other depart
ments, agencies, and instrumentalities of the Federal
Govermnent, on a reimbursable basis, and cooperate
with such other departments, agencies, and instrumen
talities in the establishment and use of services, equip
ment, and facilities of the Office;

(6) may, when the Director deterinines that it
is practicable, efficient, and cost-effective to do so,
use, with the consent of the United States and the
agency, instrumentality, Patent and Trademark Office,
or international organization concerned, the services,
records, facilities, or personnel of any State or local
government agency or instrumentality or foreign
patent and trademarkoffice or international organiza
tion to perform functions on its behalf;

(7) may retain and use all of its revenues and
receipts, including revenues from the sale, lease; or
disposal of any real, personal, or mixed property, or
any interest therein, ofthe Office;

(8) shall advise the President, through the
Secretary of Commerce, on national and certain inter
national intellectual property policy issues;

(9) shall ..advise Federal departments and
agencies on matters of intellectualproperty policy in
the United States and intellectual property protection
in other countries; .

(10) shall provide guidance, as appropriate,
with respect to proposals by agencies to assist foreign
govermnents and international intergovernmental
organizations on matters of intellectual property pro
tection;

(11) may conduct programs, studies, or
exchanges of items or services regarding domestic
and international intellectual property law and the
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effectiveness of intellectual property protection
domestically and throughout the world;

(12)(A) shall advise the Secretary of Com
merceon programs and studies relating to intellectual
property policy that are conducted, or authorized to be
conducted, cooperatively with foreign intellectual
property offices and international intergovernmental
organizations; and

(B) may conduct programs and studies
described in subparagraph (A); and

(13)(A) in coordination with the Department of
State, may conduct programs and> studies coopera
tively with foreign intellectual property offices and
international intergovernmental organizations; and

(B) with the concurrence of the Secretary
of State; may authorize the transfer of not to exceed
$100,000 in any year to the Department of State for
the purpose of making special payments to interna
tional intergovernmental organizations for studies and
programs for advancing international cooperation
concerning patents, trademarks, and other matters.

(c) CLARIFICATION OF SPECIFIC POW
ERS.-

(I) The special payments under subsection
(b)(13)(B) shall be in addition to any other payments
or contributions to international organizations
described in subsection (b)(13)(B) and shall not be
subject to any liinitations imposed by law on the
amounts of such other payments or contributions by
the United States Govermnent.

(2) Nothing in subsection (b) shall derogate
from the duties of the Secretary of State or from the
duties of the United States Trade Representative as set
forth in section 141 of the Trade Act of 1974 (19
U.S.c. 2171).

(3) Nothing in subsection (b) shal1 derogate
from the duties and functions of the Register of Copy
rights or otherwise alter current authorities relating to
copyright matters.

(4) In exercising the Director's powers under
paragraphs (3) and (4)(A) of subsection (b), the Direc
tor shall consult with the Adininistrator of General
Services.

(5) Il1 exercising the Director's powers and
duties under this section, the Director shall consult
with the Register of Copyrights on all copyright and
related matters.
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(d) CONSTRUCTION.- Nothing in this sec
tion shall be construed to nullify, void, cancel, or
interrupt any pending request-for-proposal let or con
tract issued by the General Services Administration
for the specific purpose of relocating or leasing space
to the United States Patent and Trademark Office.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1,88
Stat. 1949; amended Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 150IA-572 (S. 1948 sec. 4712);
subsection (4)(A) ameuded Oct. 30, 2000, Public Law 106
400, sec. 2, 114 Stat. 1675.)

35 U.S.C. 3 Officers and employees.
(a) UNDER SECRETARY AND DIREC

TOR.-
(1) IN GENERAL.- The powers and duties

of the United States Patent and Trademark Office
shall be vested in an Under Secretary of Commerce
for Intellectual Property and Director of the United
States Patent and Trademark Office (in this title
referred to as the "Director"), who shall be a citizen of
the United States and who shall be appointed by the
President, by and with the advice and consent of the
Senate. The Director shall be a person who has a pro
fessional background and experience in patent or
trademark law.

(2) DUTIES.-
(A) IN GENERAL.- The Director shall

be responsible for providing policy direction and
management supervision for the Office and for the
issuance of patents and the registration of trademarks.
The Director shall perform these duties in a fair,
impartial, and equitable manner.

(B) CONSULTING WITH THE PUBLIC
ADVISORY COMMITTEES.- The Director shall
consult with the Patent Public Advisory Committee
established in section 5 on a regular basis on matters
reiating to the patent operations of the Office, shall
consult with the Trademark Public Advisory Commit
tee established in section 5 on a regular basis on mat
ters relating to the trademark operations of the Office,
and shall consult with the respective Public ,Advisory
Committee before submitting budgetary proposals to
the Office of Management and Budget or changing or
proposing to change patent or trademark user fees or
patent or trademark regulations which are subject to
the requirement to provide notice and opportunity for
public comment under section 553 of title 5, United
States Code, as the case may be.
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(3) OATH.~ The Director shall, before tak
ing office, take an oath to discharge faithfully the
duties of the Office.

(4) REMOVAL.- The Director may be
removed from office by the President. The President
shall provide notification of any such removal to both
Houses of Congress.

(b) OFFICERS AND EMPLOYEES OF THE
OFFICE.~

(I) DEPUTY UNDER SECRETARY AND
DEPUTY DIRECTOR.- The Secretary of Com
merce, upon nomination by the Director, shall appoint
a Deputy Under Secretary of Commerce for Intellec
tual Property and Deputy Director of the United States
Patent and Trademark Office who shall be vested with
the authority to act in the capacity of the Director in
the event of the absence or incapacity of the Director.
The Deputy Director shall be a citizen of the United
States who has a professional background and experi
ence in patent or trademark law.

(2) COMMISSIONERS.-
(A) APPOINTMENT AND DUTIES.

The Secretary of Commerce shall appoint a Commis
sionerfor Patents and a Commissioner for Trade
marks, without regard to chapter 33, 51, or 53 of title
5, United States Code. The Commissioner for Patents
shall be a citizen of the United States with demon
strated management ability and professional back
ground and experience in patent law and serve for a
term of 5 years. The Commissioner for Trademarks
shall be a citizen of the United States with demon
strated management ability .and professional back
ground and experience in trademark law and serve for
a term of 5 years. The Commissioner for Patents and
the Commissioner for Trademarks shall serve as the
chief operating officers for the operations of the
Office relating to patents and trademarks, respec
tively, and shall be responsible for the management
and direction of all aspects of the activities of the
Office that affect the administration of patent and
trademark operations, respectively. The Secretary
may reappoint a Commissioner to snbsequent terms
of 5 years as long as the performance of the Commis
sioner as set forth in the performance agreement in
subparagraph (B) is satisfactory.

(B) SALARY AND PERFORMANCE
AGREEMENT.~ The Commissioners shall be paid
an annual rate of basic pay not to exceed the maxi-
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mum rate of basic pay for the Senior Executive Ser
vice established under section 5382 of title 5, United
States Code, including any applicable locality-based
comparability payment that may be authorized under
section 5304(h)(2)(C) of title 5, United States Code.
The compensation of the Commissioners shall be con
sidered, for purposes of section 207(c)(2)(A) of title
18, United States Code, to be the equivalent of that
described under clause (ii) of section 207(c)(2)(A) of
title 18, United States Code. In addition, the Commis
sioners may receive a bonus in an amount of up to, but
not in excess of, 50 percent of the Commissioners'
annual rate of basic pay, based upon an evaluation by
the Secretary of Commerce, acting through the Direc
tor, of the Commissioners' performance as defined in
an annual performance agreement between the Com
missioners and the Secretary. The annual performance
agreements shall incorporate measurable organization
and individual goals in key operational areas as delin
eated in an annual performance plan agreed to by the
Commissioners and the Secretary. Payment of a bonus
under this subparagraph may be made to the Commis
sioners only to the extent that such payment does not
cause the Commissioners' total aggregate compensa
tion in a calendar year to equal or exceed the amount
of the salary of theVicePresidentundersectionI04
of title 3, United States Code.

(C) REMOVAL.- The C::0rnnrissioners
may be removed from office by the Secretary for mis
conduct or nonsatisfactory performance un4~r the per
fOfIllance agreement described in subparagraph (B),
without regardto the provisions of title 5, United
Stat~s Code. The Secretary shall provide notification
of any such removal to both Houses of Congress.

(3) OTHER OFFICERS AND EMPLOY
EES.~The Director shall-

(A) appoint such officers, employees
(including attorneys), and agents of the Office as the
Director considers necessary to carry out the functions
of the Office; and .

(B) define the title, authority, and duties of
such officers and employees and. delegate to. them
such of the powers vested in the Office ~s the Director
may determine.

The Office shall not be subject to any
administratively or statutorily imposed limitation on
positions or personnel, and no positions or personnel
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of the Office shall be taken into account for purposes
ofapplying any such limitation

(4) TRAINING OF EXAMINERS.- The
Office shall submit to the Congress a proposal to pro
vide an incentive program to retain as employees
patent and trademark examiners of the primary exam
iner grade or higher who .are eligible for retirement,
for the sole purpose of training patent and trademark
examiners.

(5) NATIONAL SECURITY POSI-
TIONS.- The Director, in consultation with the
Director of the Office of Personnel Management,
shall maintain a program for identifying national
security positions and providing for appropriate secu
rity clearances, in order to maintain the secrecy of cer
tai~ inventions, as described in section 181, and to
prevent disclosure of sensitive and strategic informa
tion in the interest of national security.

(c) CONTINUED APPLICABILITY OF
TITLE 5, UNITED STATES CODE.- Officers and
employees of the Office shall be subject to the provi
sions of title 5, United States Code, relating to Federal
employees.

(d) ADOPTION OF EXISTING LABOR
AGREEMENTS.- The Office shall adopt all labor
agreements which are in effect, as of the day before
the effective date of the Patent and Trademark Office
EfficiencyAct, with respect to such Office (as then in
effect).

(e) CARRYOVER OF PERSONNEL.-

(1) FROM PTO.- Effective as of the effec
tive date of the patent and Trademark OfficeEffi
ciency Act, all officers and employees of the Patent
and Trademark Office. on the day before such effec
tivedate shall become officers and employees of the
Office, without a break in service.

(2) OTHER PERSONNEL.- Any individ
ual who,on the day before the effective date of the
Patent and Trademark Office Efficiency Act, is an
officer or employeeof the Departrnent of Commerce
(other than an officer or employee under paragraph
(1» shall be transferred to the Office, as necessary to
carry out the purposes of this Act, if-

(A) such individualserves ina position for
which a major function is the performance of work
reimbursed by the Patent and Trademark Office, as
determined by the Secretary of Commerce;
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(B) such individual serves in a position that
performed work in support of the Patent and Trade
mark Office during at least half of the incumbent's
work time, as determined by the Secretary of Com"
merce; or

(C) such transfer would be in the interest of
the Office, as determined by the Secretary of Com
merce in consultation with the Director.

Any transfer under this paragraph shall be
effective as of the same effective date as referred to in
paragraph (1), and shall be made without a break in
service.

(f) TRANSITION PROVISIONS.-

(1) INTERIM APPOINTMENT OF DIREC
TOR.- On or after the effective date of the Patent
and Trademark Office Efficiency Act, the President
shall appoint an individual to serve as the Director
until the date on which a Director qualifies under sub
section (a). The President shall not make more than
one such appointment under this subsection.

(2) CONTINUATION IN OFFICE OF CER
TAIN OFFICERS.-

(A) The individual serving as the Assistant
Commissioner for Patents on the day before the effec
tivedate of the Patent and Trademark Office Effi
ciency Act may serve as the Commissioner for
Patents until the date on which a Commissioner for
Patents is appointed under subsection (b).

(B) The individual serving as the Assistant
Commissioner for Trademarks on the day before the
effective date of the Patent and Trademark Office
Efficiency Act may serve as the Commissioner for
Trademarks until the date on which a Commissioner
for Trademarks is appointed under subsection (b).

(AmendedSept. 6, 1958, Public Law 85-933, sec. 1,
12 Stat. 1793; Sept. 23, 1959,PublicLaw 86-370,sec.l(a),
73 Stat. 650; Aug. 14, 1964, Public Law 88-426, sec.
305(26),78 Stat.425; Jan. 2, 1975,PublicLaw 93-596,sec.
1, 88 Stat. 1949; Jan. 2, 1975, Public Law 93-601, sec. I,
88 Stat. 1956; Aug. 27, 1982,PublicLaw 97-247,sec. 4, 96
Stat. 319; Oct. 25,1982, PublicLaw 97-366,sec. 4, 96 Stat.
1760; Nov. 8, 1984, Public Law 98-622, sec. 405, 98 Stat.
3392; Oct. 28, 1998, Public Law 105-304, sec. 401(a)(I),
112 Stat. 2887; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-575 (S. 1948 sec.4713).)
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35 U.S.C. 4 Restrictions on officers and employ
ees as to interest in patents.

Officers and employees of the Patent and Trade
mark Office shall be incapable, during the period of
their appointments and for one year thereafter, of
applying for a patent and of acquiring, directly or
indirectly, except by inheritance or bequest, any
patent or any right or interest in any patent, issued or
to be issued by the Office. In patents applied for there
after they shall not be entitled to any priority date ear
lier than one year after the termination of their
appointment.

(AmendedJan. 2, 1975, Public Law 93-596, sec. 1, 88
Stat. 1949.)

35 U.S.C. 5 Patent and Trademark Office Pub
lic Advisory Committees.

(a) ESTABLISHMENT OF PUBLIC ADVI
SORY COMMITTEES.-

(1) APPOINTMENT.- The United States
Patent and Trademark Office shall have a Patent Pnb
lie Advisory Committee and a Trademark Public
Advisory Committee, each of which shall have nine
votingmembers who shall be appointed by the Secre
tary of Commerce and serve at the pleasure of the
Secretary of Commerce. Members of each Public
Advisory Committee shall be appointed for a term of
3 years, except that of the members first appointed,
three shall be appointed for a term of 1 year, and three
shall be appointed for a term of 2 years. In making
appointments to each Committee, the Secretary of
Commerce shall consider the risk of loss of competi
tive advantage in international commerce or other
harm to United States companies as a result of such
appointments.

(2) CHAIR.- The Secretary shall designate
a chair of each Advisory Committee, whose term as
chair shall be for 3 years.

(3) TIMING OF APPOINTMENTS.- Ini
tial appointments to each Advisory Committee shall
be made within 3 months after the effective date of the
Patent and Trademark Office Efficiency Act. Vacan
cies shall befilled within 3 months after they occur.

(b) BASIS FOR APPOINTMENTS.- Mem
bers of each Advisory Committee-

(1) shall be citizens of the United States who
shall be chosen so as to represent the interests of
diverse users of the United States Patent and Trade
mark Office with respect to patents, in the case of the
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Patent Public Advisory Committee,' and with respect
to trademarks, in the case of the Trademark Public
Advisory Committee;

(2) shall include members who represent
small and large entity applicants located in the United
States in proportionto the number of applications
filed by such applicants, but in no case shall members
who represent small entity patent applicants, includ
ing small business concerns, independent inventors,
and nonprofit organizations, constitute less than 25
percent of the members of the Patent Public Advisory
Committee, aud such members shall include at least
one independent inventor; and

(3) shall include individuals with substantial
background and achievement, in finance, manage
ment, labor relations, science, technology, and office
automation. In addition to the voting members, each
Advisory Committee shallinclude a representative of
each labor organi~ationrecognized by the United
States Patent and Trademark Office. Such representa
tives shall be nonvoting members of'the Advisory
Committee to which they are appointed.

(c) MEETINGS.- Each Advisory Committee
shall meet at the call of the chair to consider an
agenda set by the chair.

(d) DUTIES.- Each Advisory Committee
shall-

(I) review the policies, goals,jJerfbimance,
budget, and user fees of the United States Patent and
Trademark Office with respect to patents, in the case
of the Patent Public Advisory Committee, and with
respect to Trademarks, in the case of the Trademark
Public Advisory Committee, and advise the Director
on these matters;

(2) within 60 days aftel' the end of each 'fiscal
year-s-

(A)jJrepare an annual report on the matters
referred to in paragraph (I);

(B) transmit the report to the Secretary of
Commerce, the President, and the Committees on the
Judiciary of the Senate and the House of Representa
tives; and

(C) publish the report in the Official
Gazette of the United States Patent and Trademark
Office.

(e) COMPENSATION.~Each member of
each Advisory Committee shall be compensated for
each day (including travel time) during which such
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member is attending meetings or conferences Of that
Advisory Committee or otherwise engaged in the
business of .that Advisory Committee, at the rate
which is the daily equivalent of the annual rate of
basic pay in effectforIevel III of the Executive
Schedule under section 5314 of title 5, United States
Code. While away from such member's home or reg
ularplace of business such member shall. be allowed
travel expenses, including per diem in lieu of subsis
tence, as authorized by section 5703 of title 5, United
States Code.

(f) ACCESS TO INFORMATION.- Members
of each Advisory Committee shall be provided access
to records and information in the United States Patent
and Trademark Office, except for personnel or other
privileged information and .information concerning
patent applications required to be kept in confidence
by section122.,

(g) APPLICABILITY. OF ,CERTAIN ETHICS
LAWS.- Members of each Advisory Committee
shall be special Government employees within the
meaning of section 202 of title 18; United States
Cbde.

(h) INAPPLICABILITY OF FEDERAL
ADVISORY COMMITTEE ACT.~ The Federal
Advisory Committee Act (5 U:S.C. App.) Shall not
apply to each Advisory Committee.

(i) OPEl'! IyIEETINqS.- The meetings of
each Advisory Committee shall be ()pen to the Pllblic,
except that eachAdvisory Committee may by major
ity vote meet in executive session when considering
personnel or O,ther confidential information

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), InStal. 1501A-578(S. 19488ec..4714).)

35 U.S.C. 6 Board of Patent Appeals and Intef
erences,

(a) ESTABLISHMENT AND COMPOSI
TION.- There shall be in the United States Patent
and.Trademark Office a Board of Patent Appeals and
Interferences. The Director, the Commissioner for
Patents, the Commissioner for Trademarks, and the
administrative pat~ntju.dgesshal1 constitute the
Board''fhe administrative patent judges shall be per
sons of competent legal knowledge and scientific
ability who are appointed by the Director.

(b) DUTIES.~ The Board of-Patent Appeals
and Interferences shall, on written appeal ofanappli
cant, review adverse' decisions of examiners upon
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applications for patents and shall determine priority
and patentability of invention in interferences
declared under section 135(a). Each appeal and inter
ference shall be heard by at least three members of the
Board, who shall be designated by the Director. Only
the Board of Patent Appeals and Interferences may
grant rehearings.

(Repealed by Public Law 106-113, sec. 1000(a)(9),
113 Stat. 1501A-580(S. 1948sec. 4715(a).)

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948sec. 4717(2)).)

35 U.S.C. 7 Library.
The Director shall maintain a library of scientific

and other works and periodicals, both foreign and
domestic, in the Patent and Trademark Office to aid
the officers in the discharge of their duties.

(Repealed Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948sec. 4717(1)).)

(Transferred from 35 V.S.C 8 Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580 (S.
1948sec. 4717(1)); amended Jan. 2, 1975,Public Law 93
596, sec. 1, 88 Stat.1949.)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948. sec.
4732(a)(1O)(A)).)

35 U.S.C. 8 Classification of patents.
The Director may revise and maintain the classifi

cation by subject matter of United States letters
patent, and such other patents and printed publications
as may be necessary or practicable, for the purpose of
determining with readiness and accuracy the novelty
of inventions for which applications for patent are
filed.

(Transferred to 35 U.S.C.7 Nov. 29, 1999,PublicLaw
106-113, sec. 1000(a)(9), 113 Stat. 1501A-580 (S. 1948
sec. 4717(1)).)

(Transferred from 35 U.S.C. 9 Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580(S.
1948sec. 4717(1)).)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(1O)(A)).)

35 U.S,C. 9 Certified copies ofrecords.
The Director may furnish certified copies of speci

fications and drawings of patents issned by the Patent
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and Trademark Office, and of other records available
either to the public or to the person applying therefor.

(Transferred to 35 U.S.C 8 Nov. 29, 1999,PublicLaw
106"113, sec. 1000(a)(9), 113 Stat. 1501A-580 (S. 1948
sec. 4717(1)).)

(Transferred from 35 U.S.C 10 Nov. 29, 1999,Public
Law 106-113, sec.. 1000(a)(9), 113 Stat. 1501A-580 (S.
1948 sec. 4717(1)); amended Jan. 2,1975, Public Law 93
596, sec. 1,88 Stat. 1949.)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(1O)(A)).)

35 U.s.c. 10 . Publications.
(a) The Director may publish in printed, type

written, or electronic form, the following:

(I) Patents and published applications for
patents, including specifications and drawings,
together with copies of the Same. The Patent and
Trademark Office may print the headings of the draw
ings for patents for the purpose of photolithography.

(2) Certificates of trademark registrations,
including statements and drawings, together with cop
ies of the same.

(3) The Official Gazette of the United States
Patent and Trademark Office.

(4) Annual indexes of patents and patentees,
and of trademarks and registrants.

(5) Annual volumes of decisions in patent
and trademark cases.

(6) Pamphlet copies of the patent laws and
rules of practice, laws and rules relating to trade
marks, and circulars or other publications relating to
the business of the Office.

(b) The Director may exchange any of the pub
lications specified in items 3, 4, 5, and 6 of subsection
(a) of this section for publications desirable for the
use of the Patent and Trademark Office.

(Transferred to 35 U.S.c. 9 Nov. 29, 1999,PublicLaw
106-113, sec. 1000(a)(9), 113 Stat. 150lA-580 (S. 1948
sec. 4717(1)).)

(Transferred from 35 U.S.C. 11 Nov. 29, 1999,Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580
(S 1948 sec. 4717(1)); amended Jan. 2, 1975, Public Law
93-596, sec. 1, 88 Stat. 1949; Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-589 (S. 1948
sec. 4804(b)).)
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(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat 150lA-565, 582 (S. 1948 sees.
4507(1) and4732(a)(1O)(A».)

35 U.S.C. 11 Exchange of copies of patents and
applicationswith foreign countries.

The Director !U~y eXyhangecopies ofspecifications
and drawings of United States patents and publi~hed

applications for patents for those of foreign countries.

The Director shall. not enter into anagreement to
provide such copies of specifications and drawings of
United States patents and applications to a foreign
country, other than a NAFfA country or a WTO
member country, without theexpress.authorization of
the Secretary ofCommerce. For purposes of this sec
tion, the terms"NAFTA country" and "WTO member
country" have the meanings given those terms in sec
tion 104(b);

(Transferred to 35 U.S.C. 10 Nov. 29, 1999, Public
Law 106-113, sec. iOOO(a)(9),113 Stat 1501A-580
(S 1948 sec. 4717(1)).)

(Transferred from 35 U.S.C::. 12 Nov, 29,1999, Public
Law.l06-113, sec.. l000(a)(9), 113 .Stat, 150lA-580
(S 1948 sec.4717(1»; amended Nov.29, 1999,PublicLaw
106-113, sec. 1000(a)(9), 113 Stat 1501A-591 (S. 1948
sec.4808).)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat 1501A-565, 582 (S, 1948 sees.
4507(2)(A), 4507(2)(B), and4732(a)(1O)(A».)

35 U.S.C.J2 Copies of patents and applications
for public libraries.

The Director may supply copies of specifications
and drawings of patents and published applications
for patents in printed or electronic form to public
libraries in the United States which shall maintain
such copies for the use of the public, at the rate for
each year's issue established for this purpose in sec
tion 41(d) of this title.

(Transferred to 35 U.S.C. 11 Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat 1501A-580 (S.
1948sec.4717(1».)

(Transferred from 35 U.S.c. 13 Nov. 29, 1999,Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580
(S 1948 sec.4717(1»; amended Aug. 27,1982, PublicLaw
97-247, sec. 15, 96 Stat 321; Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat 1501A-589 (S. 1948
sec. 4804(c».)

(Amended Nov. 29, 1999, Public Law '106-113, sec.
1000(a)(9), 113 Stat 1501A-565, 566, 582 (S. 1948 sees.
4507(3)(A), 4507(3)(B), 4507(4), and 4732(a)(10)(A».)

35 U.S.C. 13 Annual report to Congress.
The Director shall report to the Congress, not later

than 180 days after the end of each fiscal year, the
moneys received and expended by the Office, the pur
poses for which the moneys were spent, the quality
and quantity of the work of the Office, the nature of
training provided to examiners, the evaluation of the
Commissioner of Patents and the Commissioner of
Trademarks by the Secretary of Commerce, the com
pensation of the Commissioners, and other informa
tion relatingto the Office.

(Transferred to 35 U.S.C. '12 Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat 1501A-580
(S 1948 sec.4717(1».)

(Transferred from 35 U.S.C::. 14 Nov, 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat 1501A,580
(S 1948 sec.4717(1)).)

(Amended Nov. 29,.1999, Public Law .106-113, sec.
, .,' ,'.. .

1000(a)(9), 113 Stat 1501A,565, 581 (S. 1948 sees.
4507(2),4718).)

CHAPTER 2 - PROCEEDINGS INTHE
PATENTS AND TRADEMARK OFFICE.

Sec.
21 Filing date and day for taking action.
22 Printing of papers filed.
23 Testimony in Patent and Trademark Office

cases.
24 Subpoenas, witnesses.
25 Declaration ill lieu of oath.
26 Effect of defective execution.

35 U.S.C. 21 Filing date and day for taking
action.

(a) The Director may by rule prescribe that any
paper or fee required to be filed in the Patent and
Trademark Office will be considered filed in the
Office on the date on which it was deposited with the
United States Postal Service or would have been
deposited with the United States Postal Service but for
postal service interruptions or emergencies designated
by the Director.

(b) When the day, orthe last day, for taking any
action or paying any fee in the United States Patent
and Trademark Office falls on Saturday, Sunday, or a
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Federal holiday within the District of Columbia, the
action may be taken, or fee paid, on the next succeed
ing secular or business day.

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949; Aug. 27, 1982, Public Law 97-247, sec. 12,
96 Stat. 321; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A)).)

35 U.S.C. 22 Printing ofpapers filed.
.: The Director may require papers filed in the Patent

and Trademark Office to be printed, typewritten, or on
an electronic medium.

(AmendedJan. 2, 1975,Public Law 93-596, sec. 1,88
Stat. 1949; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. l50IA"582, 589 (S. 1948 sees.
4732(a)(lO)(A),4804(a)).)

35 U.S.C. 23 Testimony in Patent and Trade
mark Office cases.

The Director may establish rules for taking affida
vits and depositions required in cases in the Patent
and Trademark Office. Any officer authorized by law
to take depositions to be used in the courts of the
United States, or of the State where he resides, may
take such affidavits and depositions.

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. l501A-582 (S. 1948 sec.
4732(a)(IO)(A)).)

35 U.S.C. 24 Subpoenas, witnesses.
The clerk of any United States court for the district

wherein testimony is to be taken for use in any con
tested case in the Patent and Trademark 'Office; shall,
upon the application of any party thereto, issue a sub
poena for any witness residing or being within such
district, commanding him to appear and testify before
an officer in such district anthorized to take deposi
tions and affidavits, at the time and place stated in the
snbpoena. The provisions of the Federal Rules of
Civil Procedure relating to the attendance of wit
nesses and to the production of documents and things
shall apply to contested cases in the Patentand Trade
mark Office.

Every witness snbpoenaed and in attendance shall
be allowed the fees and traveling expenses allowed to
witnesses attending the United States district courts.

A judge of a court whose clerk issued a subpoena
may enforce obedience to the process or punish dis-
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obedience as in other like cases, on proof that a wit
ness, served with such subpoena, neglected or refused
to appear or to testify. No witness shall be deemed
guilty of contempt for disobeying such subpoena
unless his fees and traveling expenses in going to, and
returning from, and one day's attendance at the place
of examination, are paid or tendered him at the time of
the service of the subpoena; nor for refusing to dis
close any secret matter except upon appropriate order
of the court which issued the subpoena.

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949.)

35 U.S.C. 25 Declaration in lieu of oath.
(a) The Director may by rule prescribe that any

document to be filed in the Patent and Trademark
Office and which is required by any law, rule, or other
regulation to be under oath may be subscribed to by a
written declaration in such form as the Director may
prescribe, such declaration to be in lieu of the oath
otherwise required.

(b) Whenever such written declaration is used,
the document must warn the declarant that willful
false statements and the like are punishable by fine or
imprisonment, or both (18 U.S.c. 1001).

(Added Mar. 26, 1964, Public Law 88-292, sec. I,
78 Stat. 171; amended Jan. 2, 1975, Public Law 93-596,
sec. 1,88 Stat. 1949;Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A)).)

35 U.S.C. 26 Effect of defective execution.
Any document to be filed in the Patent and Trade

mark Office and which is required by any law, rule, or
other regulation to be executed in a specified manner
may be provisionally accepted by the Director despite
a defective execution, provided a properly executed
document is submitted within such time as may be
prescribed.

(Added Mar. 26, 1964, Public Law 88-292, sec. I,
78 Stat. 171; amended Jan. 2, 1975, Public Law 93-596,
sec. I, 88 Stat. 1949; Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(lO)(A)).)

CHAPTER 3 - PRACTICE BEFORE PATENT
AND TRADEMARK OFFICE

Sec.
31 [Repealed]
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32 Suspensionor exclusion from practice.

33 Unauthorized representation as practitioner.

35 U.S.C. 31 [Repealed].

'(Repealed Nov. 29, 1999, Public Law 106-113,sec.
1000(a)(9), 113 Stat. 1501A-580 (S.1948 sec. 4715(b».)

35 U.S.C. 32 Suspension or exclusion from prac
tice.

The Director may, after notice and-opportunity for a
hearing, suspend or exclude, either generally or in any
particular case, from further practice before the Patent
and Trademark Office, any person, agent, or attorney
shown to be incompetent or disreputable, or guilty of
gross Illisconduct, or who does not cOi1J.ply with the
regulations established under section 2(b)(2)(D) of
this title, or who shall, by word, circular, letter, or
advertising, with intent to defraud in any manner,
deceive, mislead, or threaten any applicant or. pro
spective applicant, mother person having immediate
or prospective business before the Office. The reasons
for any such suspension or exclusion shall be duly
recorded. The' Director shall bave the discretion to
designate any attorney who is an officer or employee
of the United States Patent and Trademark Office to
conduct the hearing required by this section ..' The
United States District Court for the District of Colum
bia, under such conditions and upon such proceedings
as it by its rulesdeteririines, rnayreview the action of
the Director upon the petition of theperson so refused
recognition or so suspended or excluded.

(Amended Jan. 2,1975, Public Law 93'5%, sec. I,
88Stat.l949; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 150IA-580, 581, 582 (S. 1948 sees:
4715(c), 4719,4732(a)(1O)(A».)

35 U.S.C.33 'Unauthorized representation as
practitioner.

Whoever, not being recognized to practice before
the Patent and Trademark Office, holds himselfout or
permits himself to be held out as so recognized, or as
being qualified. to prepare or prosecute applications
for patent, shall be fined not more than $1,000 for
each offense..

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949.)

CHAPTER 4 - PATENT FEES; FUNDING;
SEARCHSYSTEMS

Sec.
41 Patent fees; patent and trademark search sys

tems.
42 Patent and Trademark Office funding.

35 U.S.C. 41 Patent fees; patent and trademark
search systems.

(a) The Director shall charge the following
fees:

(I)(A)On filing each application for an origi
nal patent, except in design or plant cases, $690.

(B) In addition, on filing or on presentation
at any other time, $78 for each claim in independent
form which is in excess of 3, $18 for each claim
(whether independent or dependent) which is in
excess of20, and $260 for each application containing
a multiple dependent claim.

(C) On filing each provisional application
for an original patent, $150.

(2) For issuing each original or reissue
patent, except in design or plant cases, $1,2lO.

(3) In design and plant cases-
(A) on filing each design application, $310;
(B) on filing each plant application, $480;
(C) on issuing each design patent, $430;

and
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(7) On filing each petition for the revival of
an unintentionally abandoned application for a patent,
for the nnintentionally delayed payment of the fee for
issuing each patent, or for an unintentionally delayed
response by the patent owner in any reexamination
proceeding, $1,210, unless the petition is filed under
section 133 or 151 of this title, in which case the fee
shall be $110.

(8) For petitions for I-month extensions of
time to take actions required by the Director in an
application-

(A) on filing a first petition, $110;
(B) on filing a second petition, $270; and
(C) on filing a third or subsequent petition,

$490.
(9) Basic national fee for an international

application where the Patent and Trademark Office
was the International Preliminary Examining Author
ity and the International Searching Authority, $670.

(10) Basic national fee for an international
application where the Patent and Trademark Office
was the International Searching Authority but not the
International Preliminary Examining Authority, $690.

(11) Basic national fee for an international
application where the Patent and Trademark Office
was neither the International Searching Authority nor
the. International Preliminary Examining Authority,
$970.

(12) Basic national fee for an international
application where the international preliminary exam
ination has been paid to the Patent and Trademark
Office, and the international preliminary examination
report states that the provisions of Article 33 (2), (3),
and (4) of the Patent Cooperation Treaty have been
satisfied for all claims in the application entering the
national stage, $96.

(13) For filing or later presentation of each
independent claim in the national stage of an interna
tional application in eXCeSS of 3, $78.

(14) For filing or later presentation of each
claim (whether independent or dependent) in a
national stage of an international application in excess
of 20, $18.

(15) For each national stage of an international
application containing a multiple dependent claim,
$260.

For the purpose of computing fees, a multiple
dependent claim as referred to in section 112 of this
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title or any claim depending therefrom shall be con
sidered as separate dependent claims in accordance
with the number of claims to which reference is made.
Errors in payment of the additional fees may be recti
fied in accordance with regulations of the Director.

(b) The Director shall charge the following fees
for maintaining in force all patents based on applica
tions filed on or after December 12, 1980:

(1) 3 years and 6 months after grant, $830.
(2) 7 years and 6 months after grant, $1,900.
(3) 11years and 6 months after grant, $2,910.

Unless payment of the applicable mainte
nance .fee is received in the Patent and Trademark
Office on or before the date the fee is due or within a
grace period of .six months thereafter, the patent will
expireas of the end of such grace period. The Director
may require tlie payment of a surcharge as a condition
of accepting within such 6-month grace period the
payment of an applicable maintenance fee. No fee
may be established for maintaining a design or plant
patent in force.

(c)(l) The Director may accept the payment of
any maintenance fee required by subsection (b) of this
section which is made within twenty-four months
after the six-month grace period if the delay is shown
to the satisfaction of the Director to have been unin
tentional, or at any time after the six-month grace
period if the delay is shown to the satisfaction of the
Director to have been unavoidable. The Director may
require the payment of a surcharge as a condition of
accepting payment of any maintenance fee after the
six-month grace period. If the Director accepts pay
ment of a maintenance fee after the six-month grace
period, the patent shall be considered as not having
expired at the end of the grace period.

(2) A patent, theterrn of which has been
maintained as a result of the acceptance of a payment
of a maintenance fee under this subsection, shall not
abridge or affect the right of any person or that per
son's successors in business who made, .purchased,
offered to sell, or used anything protected by the
patent within the United States, or imported anything
protected by the patent into the United States after the
6"month grace period but prior to the acceptance of a
maintenance fee under this subsection, to continue the
use of, to offer for sale, or to sell to others to be used,
offered for sale, or sold, the specific thing so made,
purchased, offered for sale, used, or imported. The
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court before which such •matter is' in .question may
provide for the continued manufacture, use, offer for
sale, or sale of the thing made; purchased, offered for'
sale, or used within the United States, or imported into
the United States, as specified, or for the manufacture,
use, offer for sale, or sale in the United 'States-of
which substantial preparation was made after the 6~

month grace period but before the acceptance of'a
maintenance fee under this subsection, and the court
may also provide for the continued practice of any
process that is practiced, or for the practice of which
substantial preparation was made; after the 6-month'
grace period but before the acceptance of a mainte
nance fee under this, subsection, to the extent and,
under such terms as the court deems equitable for the
protection of investments made or business com
menced after the 6~month grace period but before the
acceptance' of a maintenance fee under' this subsec
tion.

(d) The Director shall establish fees for all other
processing, services, or materials relating to patents
riot' specified in this' section to recover the' estimated
average cost to the Office of such processing, ser
vices, or materials, except that the Director shall
charge the following fees-for the following services:

(1) For recording a document affecting title;
$40 per property.

(2) For each photocopy, $.25 per page.

(3) For each black arid white copy of a
patent, $3.

The yearly fee for providing alibraryspeci
fied in section 13 of this title with uncertifiedprinted
copies of the specifications and drawings for all pat-
ents issued in that year shall be $50.. '

(e) The Director may waive the payment of any
fee for any service or material related topatents in
connection. with an occasional or, incid~ntal reqnest
made by a department or agency of the Ciovernment,
or any officer thereof. The Director may provide allY
applicant issued a notice under section 132 of this title
with a copy of the specifications and drawings for all
patents referred to in that notice without charge.:

(1) The fees established insubsections (a) and
(b) of this section may be adjusted by the Director on
October 1, 1992, and every year thereafter, to reflect
any fluctuations occurring during the previous 12
months in the Consumer Price Index, as determined

by the Secretary of Labor, Changes of less than 1 per
centum maybe ignored.

(g) No fee established by the Director under
this section shall takeeffect.untilat leastStldays after
notice of the fee has been.published in the Federal,
Register and in (he Official Gazette of the Patent and
Trademark Office.

(h)(ll. Fees charge~under subsection (a) or (b)
shall be,reduce~ by 50' percent with respect to their
application to any small business concern as defined
under section 3 of the Small Business Act, and to any
independent inventor or nonprofit organization as
defined in regulations issued by the Director.

(2) With respect to its application to any
entity described in paragraph (1), any surcharge or fee
charged under subsection (c) or (d) shall not be higher
than the surcharge or fee required of any other entity
under the same or substantially similar circumstances;

(i)(I) The Director shall maintain, for use by the
public, paper, microform or electronic collections of
United States patents, foreign patellt docUlnents~ and
UnitedStates trademark registrations arranged to per
mit search for and retrieval of information. The Direc
tor may not impose fees directly for the use of such
collections, or for the use of the public patent and
trademark search rooms or libraries.

. (2) The DiJ.'ector shall provide for the full
deployment of the automated search systems of the
Patent and Trademark Office so that such systems are
available for use by the. public, and shall assure full
access by the public to, alld diss~mination of, patent
and trademark information, using a variety of auto
mated methods, including electronic bulletin boards
and, remote access by users to mass storage and
retrieval systems:

(3) The Director may establish reasonable
fees for access by the public to the automated search
systems of (he Patent. and Trademark Office. If such
fees are established, a limited amount of free access
shall be made available to users of the systems for
purp(}ses ofe~ucatioriand training. TheDirect0l' may
waive the'payment by an individual of fees authorized
by this subsection upon a showing of need or hard'
ship, and .ifsuchwaivcr is in the public interest.

(4) The Director shall submit to the Congress
an annual report on the automated search systems of
the Patent and Trademark Office and the access by the
public to such systems. The Director shall also pub"
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lish such report in the Federal Register. The Director
shall provide an opportunity for the submission of
comments by interested persons on each such report.

(Amended July 24, 1965, PUblic Law 89-8:3, sec. 1,2,
79 Stat. 259; Jan. 2, 1975, PUblic Law 93-596, sec. 1, Jan:
2, 1975, 88 Stat. 1949; Nov. 14, 1975, PUblic Law 94-131,
sec. 3, 89 Stat. 690.)

(Subsection (g) amende~ Dec. 12, 1980, PUblic Law
96-517, sec. 2, 94 Stat. 3017; Aug. 27, 1982, Public Law
97-247, sec. 3(a)-(e), 96 Stat. 317.)

(Subsections (a)-(d) amended Sept. 8, 1982, PUblic
Law 97-256, sec. 101,96 Stat. 816.)

(Subsection (a)(6) amended Nov. 8, 1984, PUblic Law
98-622, sec. 204(a), 98 StaI.3388.)

(Subsection (h) added Nov. 6, 1986, PUblic Law 99"
607, sec. 1(b)(2), 100 Stat. 3470.)

(Subsections(a), (b), (d), (I), and (g) amended Dec. 10,
1991,PUblic Law 102-204, sec, 5, 105 Stat. 1637.)

(Subsections (a)(9) - (15) and (i) added Dec. 10, 1991,
PUblic Law 102-204, sec. 5,105 Stat. 1637.)

(Subsection (c)(l) amended Oct, 23, 1992, PUblic Law
102-444, sec. 1, 106 Stat. 2245.)

. . (Subsection(a)(l)(C) ~dded Dec. 8, 1994, Public Law
103-465, sec. 532(b)(2), 108 Stat. 4986.)

(Subsection (c)(2) amended, Dec. 8, 1994, PUblic Law
103-465,sec. 533(b)(1), 108 Stat. 4988.)

(Subsections (a)-(b) revised Nov. 10, 1998,PUblicLaw
105-358,sec. 3, 112Stat. 3272.)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-554, 570, 582,589 (S. 1948
sees, 4202, 4605(a), 4732(a)(5), 4732(a)(1O)(A)) and
4804(d)).)

35lJ.S.C. 42 Patent and Trademark Office fund
ing.

(a) All fees for services performed by or mate
rials furnished by the Patent and Trademark Office
will be payable to the Director.

(b) All fees paid to the Director and all appro
priations for defraying the costs of the activities of the
Patent and Trademark Office will be credited to the
Patent and Trademark Office Appropriation Account
in the Treasury of the United States.

(c) To the extent and in the amounts provided in
advance in appropriations Acts, fees authorized in this
title or any other Act to be charged or established by
the Director shall be collected by and shall be avail
able to the Director to carry out the activities of the
Patent and Trademark Office. All fees available to the
Director under section 31 of the Trademark Act of
1946 Shall be used only for the processing of trade
mark registrations and for other activities, services
and. materials relating to trademarks and to cover a
proportionate share of the administrative costs of the
Patent and Trademark Office.

(d) The Director may refund any fee paid by
mistake or any amount paid in excess of that required.

(e) The Secretary of Commerce shall, on the
day each year on which the President submits the
annual budget to the Congress, provide to the Com
mittees on the Judiciary of the Senate and the House
of Representatives:

(1) a list of patent and trademark fee collec
tions by the Patent and Trademark Office during the
preceding fiscal year;

(2) a list of activities of the Patent and Trade
mark Office during the preceding fiscal year which
were supported by patent fee expenditures, trademark
fee expenditures, and appropriations;

(3) budget plans for significant programs,
projects, and activities of the Office, including out
year funding estimates;

(4) any proposed disposition of surplus fees
by the Office; and

(5) such other information as the committees
consider necessary.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 4,
89 Stat. 690; Dec. 12, 1980, PUblic Law 96-517, sec. 3, 94
Stat. 3018; Aug. 27,1982, Public Law 97-247, sec. 3(g), 96
Stat. 319; sept 13, 1982, PUblic Law 97-258, sec. 3(i), 96
Stat. 1065.)

(Subsection (c) amended Dec. 10, 1991, Public Law
102-204,sec. 5(e), 105 Stat.1640.)

(Subsection (e) added Dec. 10, 1991, Public Law 102
204, sec. 4,105 Stat. 1637.)

(Subsection (c) revised Nov. 10, 1998, Public Law
105-358, sec. 4, 112Stat. 3274.)
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(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(.)(9), InSt.1. 150lA-555, 582 (S. 1948 sees, 4205
and4732(.)(lO)(A».)

PART 11- PATENTABILITY OF
INVENTIONS AND GRANT OF

PATENTS

CHAPTER 10 - PATENTABILITY OF
INVENTIONS

Sec.
100 Definitions.
101 Inventions patentable.
I02 Conditions for patentability; novelty and loss of

right to patent.
103 Conditions for patentability; non-obvious sub-

ject matter.
104 Invention made abroad.
105 Inventions in outer space.

35 U.S.C. 100 Definitions.
When used in this title unless the context otherwise

indicates -
(a) The term "invention" means invention or

discovery.
(b) The term "process" means process, art, or

method, and includes a new use of a known process,
machine, manufacture, composition of matter, or
material. , . . .

(c) The terms "United States" and "this coun
try" mean the United States of America, its territories
and possessions.

(d) The word "patentee"includes not only the
patentee to whom the patent was issued but also the
successors in title to the patentee.

(e) The term "third-party requester" means a
person requesting ex parte reexamination under sec
tion 302 or inter partes reexamination under section
311 who is not the patent owner.

(Subsection (e).added Nov. 29, 1999, Public Law
106-113, sec. 1000(.)(9), 113 St'1.150IA~567 (S. 1948
sec. 4603).)

35 U.S.C. 101Inventions patentable.
Whoever invents or discovers any new and useful

process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the conditions
and requirements of this title..

35 U.S.C. 102 Conditions for patentability; nov
elty and loss of right to patent.

A person shall be entitled to a patent unless -
(a) the invention was known or used by others

in this country, or patented or described in a printed
publication in this or a foreign country, before the
invention thereof by the applicant for patent, or

(b) the invention was patented or described in a
printed publication in this or a foreign country or in
public use or on sale in this country, more than one
year prior to the date of the application for patent in
the United States, or

(c) he has abandoned the invention, or
(d) the invention was first patented or caused to

be patented, or was the subject of an inventor's certif
icate, by the applicant or his legal representatives or
assigns ina foreign country prior to the date of the
application for patent in this country on an application
for patent or inventor's certificate filed. more than
twelve months before the filing of the application in
the United States, or

(e) the invention was described in-
(l) an application for patent, published under

section122(b), by anotherfiled in the United States
before the invention by the applicant for patent,
except that an international application filed under the
treaty defined in section 35l(a) shall have the effect
under this subsection of a national application pub
lished under section l22(b) only if the international
application designating the United States was pub
lished under Article 2l(2)(a) of such treaty in the
English language; or

(2) a patent granted on an application for
patent by another filed in the United States before the
invention by. the applicant for patent, except that a
patent shall not be deemed filed in the United States
for the purposes of this subsection based on the filing
of an international application filed under the treaty
defined in section 35l(a); or

(f) he did not himself invent the subject matter
sought to bepatented, or

(g)(l) during the course of an interference con
ducted under section 135 or section 291, another
inventor involved therein establishes, to the extent
permittedin section 104, that before such person's
invention thereof the invention was made by such
other inventor and not abandoned, suppressed, or con
cealed, or (2) before such person's invention thereof,
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the invention was made in this country by another
inventor who had not abandoned, suppressed, or con
cealed it. In determining priority of invention under
this subsection, there shall be considered not only the
respective dates of conception and reduction to prac
tice of the invention, but also the reasonable diligence
of one who was first to conceive and last to reduce to
practice, from a time prior to conception by the other.

(Amended July 28, 1972, Public Law 92-358, sec, 2,
86 Stat. 501; Nov. 14, 1975,Public Law 94-131, sec. 5, 89
Stat. 691.)

(Subsection (e) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-565 (S. 1948
sec. 4505).)

(Subsection (g) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-590 (S. 1948
sec. 4806).)

35 U.S.C. 103 Conditions for patentability; non
obvious subject matter.

(a) A patent may not be obtained though the
invention is not identically disclosed or described as
set forth in section 102 of this title, if the differences
between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole
would have been obvious at the time the invention
was made to a person having ordinary skill in the art
to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the
invention was made.

(b)(I)Notwithstanding subsection (a), and upon
timely election by the applicant for patent to proceed
under this subsection, a biotechnological process
using or resulting in a composition of matter that is
novel under section 102 and nonobvious under sub
section (a) of this section shall be considered nonob
vious if-

(A) claims to the process and the composi-
tion of matter are contained in either the same appli
cation for patent or in separate applications having the
same effective filing date; and

(B) the composition of matter, and the pro-
cess at the time it was invented, were owned by the
same person or subject to an obligation of assignment
to the same person.

(2) A patent issued on a process under para
graph (1)-

(A) shall also contain the claims to the
composition of matter used in or made by that pro
cess, or

(B) shall, if such composition ofmatter is
claimed in another patent, be set to expire on the same
date as such other patent, notwithstanding section
154.

(3) For purposes of paragraph (1), the term
"biotechnological process" means-

(A) a process of genetically altering or oth
erwise inducing a single- or multi -celled organism to

(i) express an exogenous nucleotide
sequence,

(ii) inhibit, eliminate, augment, or alter
expression of an endogenous nucleotide sequence, or

(iii) express a specific physiological
characteristic not naturally associated with said .organ
ism;

(B) cell fusion procedures yielding a cell
line that expresses a specific protein, such as a mono
clonal antibody; and

(C) a method of using a product produced
by a process defined by subparagraph (A) or (B), or a
combination of subparagraphs (A) and (B).

(c) Subject matter developed by another per
son, which qualifies as prior art only under one or
more of subsections (e), (f), and (g) of section 102 of
this title, shall not preclude patentability under this
section where the subject matter and the claimed
invention were, at the time the invention was made,
owned by the same person or snbject to an obligation
of assignment to the same person.

(Amended Nov. 8, 1984,PublicLaw 98-622, sec. 103,
98 Stat. 3384;Nov. I, 1995,PublicLaw 104-41, sec.I, 109
Stat. 3511.)

(Subsection (c) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-591 (S. 1948
sec. 4807).)

35 U.S.c. 104 Invention made abroad.
(a) IN GENERAL.-

(I) PROCEEDINGS.-In proceedings in the
Patent and Trademark Office, in the courts, and before
any other competent authority, an applicant for a
patent, or a patentee, may not establish a date of
invention by reference to knowledge or use thereof, or
other activity with respect thereto, in a foreign coun
try other than a NAFTA country or a WTO member
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country, except as provided in sections 119 and 365 of
this title.

(2) RIGHTS.-If an invention was made by
a person, civil or military-

(A) while domiciled in the United States,
and serving in any other country in connection with
operations by or on behalf of the United States,

(B) while domiciled in a NAFfA country
and serving in another country in connection with
operations by or on behalf of that NAFfA country, or

(C) while domiciled in a WTO. member
country and serving.in another country in connection
with operations by or on behalf of that WTO member
country, that person shall be entitled to the same rights
of priority in the United States with respect to such
invention as if such invention had been made in the
United States, that NAFfA country, or that WTO
member country, as the case may be.

(3) USE OF INFORMATION.~To the
extent that any information in a NAFfA country or a
WTO member country concerning knowledge, use, or
other activity relevant to proving or disproving a date
of invention has not been made available for use in a
proceeding in the Patent and Trademark Office, a
court, or any other competent authority to the same
extent as suchinformation could be made available in
the United States, the Director, court, or such other
authority shall draw appropriate inferences, or take
other action permitted by statute, rule, or regulation,
in favor of the party that requested the information in
the proceeding.

(b) DEFINITIONS.~As used in this section-

(1) The term "NAFTA country" has the
meaning given that term in section 2(4) of the North
American Free Trade Agreement Implementation
Act; and

(2) The term "WTO membercountry" has
the meaning given that term in section 2(10) of the
Uruguay Round Agreements Act.

(Amended Jan. i, 1975, Public Law 93-596, sec. I,
88Stat. 1949; Nov. 14, 1975, Public Law 94-131, sec. 6,
89Stat. 691; Nov. 8, 1984, Public Law98-622, sec. 403(a),
98 Stat. 3392; Dec. 8, 1993, Public Law 103-182, sec. 331,
107 Stat. 2113; Dec. 8, 1994, Public Law 103-465, sec.
531(a), 108 Stat. 4982; Nov. 29, 1999, Public Law 106~113,
sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(lO)(A)).)

35 U.s.C. 105 Inventions in outerspace,
(a) Any invention made, used, or sold in outer

space on a space object or component thereof under
the jurisdiction or'control of the United States shall be
considered to be made, used or sold within the United
States for the purposes of this title; except with
respect to any space object or component thereof that
is specifically identified and otherwise provided for
by an international agreement to which the United
States is a party, or with respect to any space object or
component thereof that is carried on the registry of a
foreign state in accordance with the Convention on
Registration of Objects Launched into Outer Space.

(b) Any invention made, used, or sold in outer
space on a space object or component thereof that is
carried on the registry of a foreign state in accordance
with the Convention on Registration of Objects
Launched into Outer Space, shall be considered to be
made, used, or sold within the United States for the
purposes of this title if specifically so agreed in an
international agreement between the United States
and the state of registry.

(Added Nov. IS, 1990, Public Law 101-580, sec. I(a),
104 Stat. 2863.)

CHAPTER 11- APPLICATIONFOR PATENT

Sec.
111 Application.
112 Specification.
113 Drawings.
114 Models, specimens.
lIS Oath of applicant.
116 Inventors.
117 Death or incapacity of inventor.
118 Filing by other than inventor.
119 Benefit of earlier filing date; right of priority.
120 Benefit of earlier filing date in the United

States.
121 Divisional applications.
122 Confidential status of applications; publication

of patent applications.

35U.S.C. 111 Application.
(a) IN GENERAL.-

(1) WRITTEN APPLICATION.-An appli
cation for patent shall be made, or authorized to be
made, by the inventor, except as otherwise provided
in this title, in writing to the Director.
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(2) CONTENTS.-Such application shall
include-

(A) a specification as prescribed by section
112 of this title;

(B) a drawing as prescribed by section 113
of this title; and

(C) an oath by the applicant as prescribed
by section 115 of this title.

(3) FEE AND OATH.~The application must
be accompanied by the fee required by law. The fee
and oath may be submitted after the specification and
any required drawing are submitted, within such
period and under such conditions, including the pay"
ment of a surcharge, as may be prescribed by the
Director.

(4) FAILURE TO SUBMIT.~Upon failure
to submit the fee and oath within such prescribed
period, the application shall be regarded as aban
doned, unless it is shown to the satisfaction of the
Director that the delay in submitting the fee and oath
was unavoidable or unintentional. The filing date of
an application shall be the date on which the specifi
cation and any required drawing are received in the
Patent and Trademark Office.

(b) PROVISIONAL APPLICATION.-
(1) AUTHORIZATION.-A provisional

application for patent shall be made or authorized to
be made by the inventor, except as otherwise provided
in this title, in writing to the Director. Such applica
tion shall include-

(A) a specification as prescribed by the
first paragraph of section 112 of this title; and

(B) a drawing as prescribed by section 113
of this title.

(2) CLAIM.-A claim, as required by the
second through fifth paragraphs of section 112, shall
not be required in a provisional application.

(3) FEE.-
(A) The application must be accompanied

by the fee required by law.
(B) The fee may be submitted after the

specification and any required drawing are submitted,
within such period and under such conditions, includ
ing the payment of a surcharge, as may be prescribed
by the Director.

(C) Upon failure to submit the fee within
such prescribed period, the application shall be
regarded as abandoned, unless it is shown to the satis-
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faction of the Director that the delay in submitting the
fee was unavoidable or unintentional.

(4) FILING DATE.-The filing date of a
provisional application shall be the date on which the
specification and any required drawing are received in
the Patent and Trademark Office.

(5) ABANDONMENT.-Notwithstanding
the absence of a claim, upon timely request and as
prescribed by the Director, a provisional application
may be treatedas an application filed under subsec
tion (a). Subject to section 119(e)(3) of this title, if no
such request is made, the provisional application shall
be regarded as abandoned 12 months after the filing
date of such application and shall not be subject to
revival after such l2-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.-Subject to all the conditions in this
subsection and section 119(e) of this title, and as pre
scribed by the Director, an application for patent filed
under subsection (a) may be treated as a provisional
application for patent.

(7) NO RIGHT OF PRIORITY OR BENE
FIT OF EARLIEST FILING DATE.~A provisional
application shall not be entitled to the right of priority
of any other application under section 119 or 365(a)
of this title or to the benefit of an earlier filing date in
the United States undersection120, 121, or 365(c) of
this title.

(8) APPLICABLE PROVISIONS.~The

provisions of this title relating to applications for
patent shall apply to provisional applications for
patent, except as otherwise provided, and except that
provisionalapplications for patent shall not be subject
to sections 115, 131, 135, and 157 of this title.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 5,
96 Stat. 319; Dec. 8, 1994, Public Law 103-465, sec.
532(b)(3), 108 Sial. 4986; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582, 588 (S. 1948
sees, 4732(a)(IO)(A), 4801(a)).)

35 U.s.C. 112 Specification.
The specification shall contain a written description

of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art
to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his invention.
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The specification shall concludewithone or more
claimsparticnlarlypointing ont and distinctly claim
ing the subject matter which the applicant regards as
his' invention.

Aclaim maybe written in independent or, if the
nature of the case admits, in dependentor multiple
dependent form.

Subject to the following patagraph;aclaim in
dependent form shall contain a reference to a claim
previously set forth and then specify a further limita
tion of the subject matt9r claimed. A claim in depen
dent form shall be construed to incorporate by
reference all the limitations of the claim to which it
refers.

Aclaim in multiple dependent form shallcontain a
reference, in the alternative only, to. more than one
claim previously set forth and then specify a further
limitation of the subject matter clailI)ed. A lI)ultiple
dependent claiII) .shall; n?t serve as a basis forany
other multipledepelldentqlaim. A II)ultiple depend"nt
claim shall be construed to incorporat" by reference
all the limitations of the partiCUlarclaim in relation to
which it is being considered,

An element in a claim for a combination may be
expressed as a means or step for performing a speci
fied function without the recital ofstructure.rnaterial,
or actsin support thereof, and such claim shall be.con
strued to cover the corresponding structure, material,
or acts described jn the specification and equivalents
thereof.

(Amended July 24, 1965,Pt1bli~ L?w 89-83, sec. 9,
79 Stat 261; Nov. 14, 1975, Public Law 94-13·1, sec. 7,
89 Stat. 691.)

35 U.s.C.1l3 Drawings.

The applicant shall furnish adrawillg where neces
sary for the understanding of the subject matter
sought to be patented. When the nature of such sub
ject matter admits of illustration byadrawingand .the
applicant has not furnished such a drawing, the Direc
tor may require its snbmission within a time period of
not less than two months from the-sending of anotice
thereof. Drawings submitted after the filing date of
the application may not be used (i) to overcome any
insufficiency of the specification due to lack of an
enabling disclosure or otherwise inadequate disclo
sure therein, or (ii) to supplement the original disclo-

sure thereof for the purpose of interpretation of the
scope of any claim.

(Aineuded Nov. 14, 1975, Public Law 94-131, sec. 8,
89 Stat. 691; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9),113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(1O)(A)).)

35 U.S.C.114 Models, specimens.
The Director may require the applicant to furnish a

model of convenient size to exhibit advantageously
the several parts of his invention.

When the invention relates to a composition of mat
ter, the Director may require the applicant to furnish
specimens or ingredients for the purpose of inspection
or experiment.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 150lA-582 (S. 1948 sec.
4732(a)(1O)(A)).)

. , " , . .., ,

35 U.s.C. 115 Oath of applicant.
The applicant shall make oath that he believes him

selfto be the original and first inventor of the process,
II)achine, manufacture, or composition of matter, or
improvementthereof, forwhich he solicits apatent;
arid shall. state of wh~t country he is a citizen.. Such
oath tnay b~ made before any person within the
United States authorized by law to administer oaths,
or, when made in a foreign country, before any diplo
matic or consular officer of the United States autho
rized to administer oaths, or before any officer having
an official seal and authorized to administer oaths in
the foreign country in which the applicantmay be,
whoseauthority is proved by certificate ofa diploe
matie or consular officer of the United States, or apos
tille of ?n official designated by a foreign country
which, by treaty or convention, accords like effect to
apostilles of. designated officials inth9 United States.
Such oath is valid if it complies with the laws of the
state or country where made. When the application is
made as provided in this title by a person other than
the inventor, the oath may be so varied in form that it
can be made by him. For purposes of this section, a
consular officer shallinclude any United States citi
zen serving overseas, authorized to perform notarial
functions pursuant to section 1750 of the Revised
Statutes, as amended (22UcS.C. 4221).

(Amended Aug. 27, 19S2, Public Law 97-247,see.
14(a),96 Stat. 321; Oct. 21,; 1998, Pub. L. 105'277, sec.
2222(d),112Stat.2681-818.)
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35 U.S.C. 116 Inventors.
When an invention is made by two or more persons

jointly, they shall apply for patent jointly and each
make the required oath, except as otherwise provided
in this title. Inventors may apply for a patent jointly
even though (1) they did not physically work together
or at the same time, (2) each did not make the same
type or amount of contribution, or (3) each did not
make a contribution to the subject matter-of every
claim of the patent.

If a joint inventor refuses to join in'an application
for patent or cannot be fonnd or reached after diligent
effort, the application may be made by the other
inventor on behalf of himself and the omitted inven
tor. The Director, on proof of the pertinent facts and
after such notice to the omitted inventor as he pre
scribes, may grant a patent to the inventor making the
application, subject to the same rights whichtheomit
ted inventor would have had if he had been joined.
The omitted inventor may subsequently join in the
application.

Whenever through error a person is named in an
application for patent as. the inventor, or through an
error an inventor is not named in an application, and
such error arose without any deceptive intention on
his part, the Director may permit tile application to be
amended accordingly, under such terms as he pre
scribes.

(Amended Aug. 27, 1982, Public Law 97-247, sec.
6(a), 96 Stat 320; Nov. 8, 1984, Public.Law98"622, sec.
104(a), 98 Stat 3384; Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat 1501A-582 (S. 1948 sec.
4732(a)(IO)(A».)

3S U.S.C.117 Deathor incapacity of inventor.
Legal representatives of deceased inventors and of

those under legal incapacity may make application for
patent upon compliance with the requirements and on
the same terms and conditions applicable to the inven
tor.

35 U.S.C. 118 Filing by other than inventor.
Whenever an inventor refuses to execute an appli

cation for patent, or cannot be found or reached after
diligent effort, a person to whom the inventor has
assigned or agreed in writing to assign the invention
or who otherwise shows sufficient proprietary interest
in the matter justifying such action, may make appli
cation for patent on behalf of and as agent for the
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inventor on proof of the pertinent facts and a showing
that such action is necessary to preserve the rights of
the parties or to prevent irreparable damage; and the
Director may grant a patent to such inventor upon
such notice to him as the Director deems sufficient,
and on compliance with such regulations as he pre
scribes.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(lO)(A».)

35 U.S.c. 119 Benefit of earlier filing date; right
of priority.

(a) An application for patent for an invention
filed in this country by any person who has, or whose
legal representatives or assigns have, previously regu
larly filed an application for a patent for the same
invention in a foreign country which affords similar
privileges in the caseof applications filed in the
United States or to citizens of the United States, or in
a WTO member country, shall have the same effect as
the SaIlle application wouldhave if filed in this coun
try on the date on which the application for patent for
the same invention was first filed in such foreign
country, if the application in this country is filed
within twelve months from the earliest date on which
such foreign application was filed; but no patent shall
be granted on any application for patent for an inven
tionwhich had been patented or described in a printed
publication in any country more than one year before
the date of the actual filing of the application in this
country, or which had been in public use or on sale in
this country more than one year prior to such filing.

(b)(I)No application for patent shall be entitled to
this right of priority unless a claim is filed in the
Patent and Trademark Office, identifying the foreign
applicatiou by specifying the application number on
that foreign application, the intellectual property
authority or country in or for which the application
was filed, and the date of filing the application, at
such time during the pendency of the application as
required by the Director.

(2) The Director may consider the failure of
the applicant to file a timely claim for priority as a
waiver of any such claim.The Director may establish
procedures, including the payment of a surcharge, to
accept an unintentionally delayed claim under this
section.
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(3) The Director may require a certified copy
of the original foreign application, specification, and
drawings upon which it is based, a translation if notin
the English language, and such other information as
the Director considers necessary. Any such certifica
tion shall be made by the foreign intellectual property
authority in which the foreign application was filed
and show the date of the application and of the filing
of the specification and other papers.

(c) In like manner and subject to the same con
ditions and requirements, the right provided in this
section may be based upon a subsequent regularly
filed application in the same foreign country instead
of the first filed foreign application, provided that any
foreign application filed prior to such subsequent
application has been withdrawn, abandoned, or other
wise disposed of, without having been laid open to
public inspection and without leaving any rights out
standing, and has not served, nor ,thereafter shall
serve, as a basis for claiming a right of priority.

(d) Applications for inventors' certificates filed
in a foreign country in which applicants have a right
to apply, at their discretion, either for a patent or for
an inventor's certificate shall be treated in this country
in the same manner and have the same effect for pur
pose of the right of priority under this section as appli
cations for patents, subject to the same conditions and
requirements of this section as apply to applications
for patents, provided such applicants are entitled to
the benefits of the Stockholm Revision of the Paris
Convention at the time of such filing.

(e)(I)An application for patent filed under section
lll(a) or section 363 of this title for an invention dis
closed in the manner provided by the first paragraph
of section 112 of this title in a provisional application
filed under section lll(b) of this title, by an inventor
or inventors named in the provisional application,
shall have the same effect, as to such invention, as
though filed on the date of the provisional application
filed under section III (b) of this title, if the applica
tion for patent filed uuder section Ill(a) of section
363 of this title is filed not later than 12 months after
the date on which the provisional application was
filed and if it contains Or is amended to contain a spe
cific reference to the provisional application. No
application shall be entitled to the benefit of an earlier
filed provisional application under this subsection

unless an amendment containing the specific refer
ence to the earlier filed provisional application is sub
mitted at such time during the pendency of the
application as required by the Director. The Director
may consider the failure to submit such an amend
ment within that time period as a waiver of any bene
fit under this subsection, The Director may establish
procedures, including the payment of a surcharge, to
accept an unintentionally delayed submission of an
amendment under this subsection during the pendency
of the application

(2) A provisional application filed under sec
tion III (b) of this title may not be relied upon in any
proceeding in the Patent and Trademark Office unless
the fee set forth in subparagraph (A) or (C) of section
41(a)(I) of this title has been paid.

(3) If the day that is 12 months after the filing
date of a provisional application falls on a Saturday,
Sunday, or Federal holiday within the District of
Columbia, the period of pendency of the provisional
application shall be extended to the next succeeding
secular or business day.

(f) Applications for plant breeder's rights filed
in a WTO member country (or in a foreign DPOV
Contracting Party) shall have the same effect for the
purpose of the right of priority under subsections (a)
through (c) of this section as applications for patents,
subject to the same conditions and requirements of
this section as apply to applications for patents.

(g) As used in this section-

(I) the term "WTO member country" has the
same meaning as the term is defined in section
104(b)(2) of this title; and

(2) the term "DPOV Contracting Party"
means a member of the International Convention for
the Protection of New Varieties of Plants.

(Amended Oct. 3, 1961, Public Law 87-333, sec. 1,75
Stat.748; July28,1972, Public Law92-358, sec. 1,86 Stat.
501;Jan.2,1975, Public Law93-596, sec. 1,88 Stat. 1949;
Dec.8, 1994, Public Law 103-465, sec.532(b)(1), 108 Stat.
4985.)

(Subsection (b) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 150IA-563 (S. 1948
sec.4503(a)).)

(Subsection (e) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 150IA-564, 588, 589
(S. 1948 sees. 4503(b)(2), 4801 and4802).)
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(Subsections(f) and (g) added Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-589
(S, 1948sec. 4802).)

35 U.S.C. 120 Benefit of earlier filing date in the
United States,

An application for patent foran invention disclosed
in the manner provided by the first paragraph of sec
tion 112 of thistitle in an application previously filed
in the United States, or as provided by section 363 of
thistitle, which is filed by an inventor orinventors
named in the previously filed applicationshall have
the same effect, as to such invention, as though filed
on the date of the prior application, if filed before the
patenting or abandonment .of or termination of pro
ceedings on the first application or on ail application
similarly entitled to the benefit of the filing date of the
first application and if it contains or is amended to
contain a specific reference to the earlier filed applica
tion. No application shall be entitled to the benefit of
an earlier filed' application under this section unless an
amendment containing the specific reference to the
earlier filed application is submitted at such timedur
ing the pendency of the application as required by the
Director. The Director may consider the failure to
submit such an amendment within that time period as
a waiver of any benefit under this section-, The Direc
tor. may establish procedures, including the payment
of a surcharge, to accept an unintentionally delayed
submission of an amendment under this section.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 9,
89 Stat. 691;Nov. 8, 1984,Public Law 98-622, sec, 104(b),
98 Stat. 3385; Nov. 29, 1999, PublicLaw 106-113, sec.
1000(a)(9), 113 Stat. 1501A-563 (S. 1948 sec.
4503(b)(l)).)

35 U.S.C. 121 Divisionalapplications.
If two or more independent and distinct inventions

are claimed in one application, the Director may
require the application to be restricted to oneof the
inventions.Jf the other invention is made the subject
of a divisional application whichcowplies with the
requirements of section 120 of this title it shall be
entitled to the benefit of the filing date of the original
application. A patent issuing on an application with
respect to which a requirement for restriction under
this section has been made, or on an application filed
asa result of such a requirement, shall not be used as a
reference either in the Patent and Trademark Office or
in the courts against a divisional application or against
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the original application or any patent issued on either
of them, if the divisional application is filed before the
issuance of the patent on the other application. If a
divisional application is directed solely to subject
matter described and claimed in the original applica
tionas filed, the Director may dispense with signing
and execution by the inventor. The validity of a patent
shall not be questioned for failure of the Director to
require the application to be restricted to one inven
tion.

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A,582 (S. 1948 sec.
4732(a)(1O)(A)).)

35 U.S.C. 122· Confidential status of applications;
publication of patent applications.

(a) CONFIIlENTIALITY.- Except as pro
vided in subsection (b), applications for patents shall
be kept in confidence by the Patent and Trademark
Office and no information concerning the saine given
without authority of the applicant. or owner unless
necessary to carry out the. provisions of an Act of
Congress or in such special circumstances as may be
determined by the Director.

(b) PUBLICATION.

(I) IN GENERAL.-

(A) Subject to paragraph (2), each applica
tion for a patent shall be published, in accordance
with procedures determined by the Director, promptly
after the expiration of a period of 18 months from the
earliest filing date for which a benefit is sought under
this title. At the request of the allplicant, an applica
tion may be published earlier than the end of such 18
month period.

(B) No information concerning published
patent applications shall be made available to the pub
lic except as tile Director determines.

(C) Notwithstanding any other provision of
law, a determination by the Director to release or not
to release information concerning a published patent
application shall be.final and nonreviewable.

(2) EXCEIITIONS._

(A) An application shall not be published if
that application is~

(i) nolonger pending;
(ii) . subject toa secrecy order under sec

tion 181 of this title;
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(iii) a provisional application filed nnder
section 111(b) of this title; or

(iv) an application for a design patent
filed nnder chapter 16 of this title.

(B)(i) If an applicant makes a request upon
filing, certifying that the invention disclosed in the
application has not and will not be the subject of an
application filed in another country, or under a multi
lateral international agreement, that requires publica
tion of applications 18 months after filing, the
application shall not be published as provided in para
graph (1).

(ii) An applicant may rescind a request
made under clause (i) at any time.

(iii) An applicant who has made a
request under clause (i) but who subsequently files, in
a foreign country or under a multilateral international
agreement specified in clause (i), an application
directed to the invention disclosed in the application
filed in the Patent and Trademark Office, shall notify
the Director of such filing not later than 45 days after
the date of the filing of such foreign or international
application. A failure of the applicant to provide such
notice within the prescribed period shall result in the
application being regarded as abandoned, unless it is
shown to the satisfaction of the Director that the delay
in submitting the notice was unintentional.

(iv) If an applicant rescinds a request
made under clause (i) or notifies the Director that an
application was filed in a foreign country or under a
multilateral international agreement specified in
clause (i), the application shall be published in accor
dance with the provisious of paragraph (1) on or as
soon as is practical after the date that is specified in
clause (i).

(v) If an applicant has filed applications
in one or more foreign countries, directly or through a
multilateral international agreement, and such foreign
filed applicatiolls corresponding to an application
filed in the Patent and Trademark Office or the
description of the invention in such foreign filed
applications is less extensive than the application or
description of the invention in the application filed in
the Patent and Trademark Office, the applicant may
submit a redacted copy of the application filed in the
Patent and Trademark Office eliminating any part or
description of the invention in such application that is

not also contained in any of the corresponding appli
cations filed in a foreign country. The Director may
only publish the redacted copy of the application
unless the redacted copy of the application is not
received within 16 months after the earliest effective
filing date for which a benefit is sought under this
title. The provisions of section 154(d) shall not apply
to a claim if the description of the invention published
in the redacted application filed under this clause with
respect to the claim does not enable a person skilled in
the art to make and use the subject matter of the claim.

(c) PROTEST AND PRE-ISSUANCE OPPO_
SITION.- The Director shall establish appropriate
procedures to ensure that no protest or other form of
pre-issuance opposition to the grant of a patent on an
application may be initiated after publication of the
application without the express written consent of the
applicant.

(d) NATIONAL SECURITY.- No application
for patent shall be published under subsection (b)(I) if
the publication or disclosure of such invention would
be detrimental to the national security. The Director
shall establish appropriate procedures to ensure that
such applications are promptly identified and the
secrecy of such inventions is maintained in accor
dance with chapter 17 of this title.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88
Stat. 1949; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-563 (S. 1948 sec.
4503(b)(I».)

CHAPTER 12 - EXAMINATION OF
APPLICATION

Sec.
131 Examination of application.
132 Notice of rejection; reexamination.

133 Time for prosecuting application.
134 Appeal to the Board of Patent Appeals and

Interferences.
135 Interferences.

35 U.S.C. 131 Examination of application.
The Director shall cause an examination to be made

of the application and the alleged new invention; and
if on such examination it appears that the applicant is
entitled to a patent under the law, the Director shall
issue a patent therefor.
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(Amended Nov. 29, 1999, PublicLaw 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. .1948. sec.
4732(a)(l0)(A)).)

35 U.s.C. 132 Notice ofrejection; reexamination.
(a) Whenever, on examination, any Claimfor a

patent is rejected, or any objection or requirement
made, tbe Director shall notify the applicant thereof,
stating the reasons for such rejection, or objection or
requirement, together with such information and ref
erences as may be useful in judging of the propriety of
continuing the prosecution of his application; and if
after receiving such notice, the applicant persists in
his Claimfor a patent, with or without amendment, the
application shall be reexamined. No amendment shall
introduce new matter into the disclosure of the inven
tion.

(b) The Director shall prescribe regulations to
provide for the continued examination of applications
for patent at the request of the applicant. The Director
may establish appropriate fees for such continued
examination and shall provide a 50 percent reduction
in such fees for small entities that qualify for reduced
fees under section 41(h)(l) of this title.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-560,582 (S. 1948 sees. 4403
aud4732(a)(IO)(A)).)

35 U.S.C. 133 Time for prosecnting application.
Upon failure of the applicant to prosecute the appli

cation within six months after any action therein, of
which notice has been given or mailed to the appli
cant, or within such shorter time, not less than thirty
days, as fixed by the Director in such action, the
application shall be regarded as abandoned by the par
ties thereto, unless it be shown to the satisfaction of
the Director that such delay ~as unavoidable.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(l0)(A)).)

35 U.S.C. 134 Appeal to the Board of Patent
Appeals and Interferences.

(a) PATENT APPLICANT.- An applicant for
a patent, any of whose Claims has been twice rejected,
may appeal from the decision of the administrative
patent judge to the Board of Patent Appeals and Inter
ferences,having once paid the fee for such appeal.

(b) PATENT OWNER.~ A patent owner in
any reexamination proceeding may appeal from the
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final rejection of any claim by the 'administrative
patent judge to the Board of Patent Appeals and Inter
ferences, having once paid the fee for such appeal.

(c) THIRD-PARTY.- A third-party requester
in an inter partes proceeding may appeal to the Board
of Patent Appeals and Interferences from the final
decision of the administrative patenf judge favorable
to the patentability of any original or. proposed
amended or new claim of a patent, having once paid
the fee for such appeal. The third-party requester may
not appeal the decision of the Board of Patent Appeals
and Interferences.

(Amended Nov. 8, 1984, Public Law 98-622, sec.
204(b)(I), 98 Stat. 3388; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.
4605(b)).)

35 U.S.C. 135 Interferences.

(a) Whenever an application is madefot a
patent which, in the opinion of the Director, would
interfere with any pending application, or with any
unexpired patent, an interference m.ay be declared and
the Director shall give notice of such declaration to
the applicants, or applicantand patentee, as the case
may be. The Board of Patent Appeals and Interfer
ences shall determine questions of priority of the
inventions and may determine questions ofpatentabil
ity. Any final decision, if advetse to the Claim of an
applicant, shall constitute .the final refusal by the
Patent and Trademark Office of the Claims involved,
and the Director may issue a patent to the applicant
who is adjudged the prior inventor. A final judgment
adverse to a patentee. from which no appeal or other
review has been or can be taken or had shall constitute
cancellation of the Claims involved in the patent, and
notice of such cancellation shall be endorsed on cop
ies ofthe patent distributed after such cancellation by
the Patent and Trademark Office.

(b)(l)A Claim which is the. same as, or for the
same or substantially the same subject matter as, a
claim of an issuedpatent may not. be made in any
application unless such a Claim is made prior to one
year.from the date on which the patent was granted.

. (2) A Claim which is the. same as, or for the
same or substantially the same subject matter as, a
Claim of an application published under section
122(b)of this title may be made in an application filed
after the application is published only if the Claim is
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made before 1 year after the date on which the appli
cation is published.

(c) Any agreement or understanding between
parties to an interference, including any collateral
agreements referred to therein, made in connection
with or in contemplation of the termination of the
interference, shall be in writing and a true copy
thereof filed in the Patent and Trademark Office
before the termination of the interference as between
the said parties to the agreement or understanding. If
any party filing the same so requests, the copy shall be
kept separate from the file of the interference, and
made available only to Government agencies on writ
ten request, or to any person on a showing of good
cause. Failure to file the copy of such agreement or
understanding shall render permanently unenforce
able such agreement or understanding and any patent
of such parties involved in the interference or any
patent subsequently issued on any application of such
parties so involved. The Director may, however, on a
showing of good cause for failure to file within the
time prescribed, permit the filing of the agreement or
understanding during the six-month period subse
quent to the termination of the interference as
between the parties to the agreenient or understand
ing.

The Director shall give notice to the parties or
their attorneys of record, a reasonable time prior to
said termination, of the filing requirement of this sec
tion. If the Director gives such notice at a later time,
irrespective of the right to file such agreement or
understanding within the six-month period on a show
ing of good cause, the parties may file such agreement
or understanding within sixty days of the receipt of
such notice.

Any discretionary action of the Director under
this subsection shall be reviewable under section 10
of the Administrative Procedure Act.

(d) Parties to a patent interference, within such
time as may be specified by the Director by regula
tion, may determine such contest or any aspect thereof
by arbitration. Such arbitration shall be governed by
the provisions of title 9 to the extent such title is not
inconsistent with this section. The parties shall give
notice of any arbitration award to the Director, and
such award shall, as between the parties to the arbitra
tion, be dispositive of the issues to which it relates.
The arbitration award shall be unenforceable until

such notice is given. Nothing in this subsection shall
preclude the Director from determining patentability
of the invention involved in the interference.

(Subsection (c) added Oct. IS, 1962, Public Law 87
831,76 Stat. 958.)

(Subsections (a) and (c) amended, Jan. 2, 1975, Public
Law93-596, sec. 1,88 Stat. 1949.)

(Subsection (a) amended Nov. 8, 1984, Public Law98
622, sec.202, 98 Stat.3386.)

(Subsection (d) added Nov. 8, 1984, Public Law 98
622, sec. 105, 98 Stat.3385.)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 150IA-566, 582 (S. 1948 sees.
4507(11) and4732(a)(lO)(A)).)

CHAPTER 13 - REVIEW OF PATENT AND
TRADEMARK OFFICE DECISION

Sec.
141 Appeal to Court of Appeals for the Federal Cir-

cuit.
142 Notice of appeal.
143 Proceedings on appeal.
144 Decision on appeal.
145 Civil action to obtain patent.
146 Civil action in case of interference.

35 U.S.C. 141 Appeal to the Court of Appeals for
the Federal Circuit.

An applicant dissatisfied with the decision in an
appeal to the Board of Patent Appeals and Interfer
ences under section 134 of this title may appeal the
decision to the United States Court of Appeals for the
Federal Circuit. By filing such an appeal the applicant
waives his or her right to proceed under section 145 of
this title. A patent owner in any reexamination pro
ceeding dissatisfied with the final decision in an
appeal to the Board of Patent Appeals and Interfer
ences under section 134 may appeal the decision only
to the United States Court of Appeals for the Federal
Circuit. A party to an interference dissatisfied with the
decision of the Board of Patent Appeals and Interfer
ences on the interference may appeal the decision to
the United States Court of Appeals for the Federal
Circuit, but such appeal shall be dismissed if any
adverse party to such interference, within twenty days
after the appellant has filed notice of appeal in accor
dance with section 142 of this title, files notice with
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the Director that the party elects to have all further
proceedings conducted as provided in section 146 of
this title. If the appellant does not, within thirty days
after filiug of such notice by the adverse party, file a
civil actioll under section 146, the decision appealed
from shall govern the further proceedings in the case.

(Amended Apr. 2, 1982, Public Law 97-164, sec.
163(a)(7), (b)(2), 96 Stat. 49, 50; Nov. 8, 1984, Public Law
98-622, sec. 203(a), 98 Stat. 3387; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. lSOlA-571, 582
(S. 1948 sees. 4605(e) and4732(a)(1O)(A».)

35 U.S.C. 142 Notice of appeal.

When an appeal is taken to the United States Court
of Appeals for the Federal Circuit, the appellant shall
file in the Patent and Trademark Office a written
notice of appeal directed to the Director, Within such
time after the date of the decision from which the
appeal is taken as the Director prescribes, but in no
case less than 60 days after that date.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1,88
Stat. 1949; Apr. 2, 1982, Public Law 97-164, sec.
l63(a)(7), 96 Stat. 49; Nov. 8, 1984, Public Law 98-620,
sec. 414(a), 98 Stat. 3363; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(1O)(A».)

35 U.S.C.143 Proceedings on appeal.

With respect to an appeal described in section 142
of this title, the Director shall transmit to the United
States Court of Appeals for the Federal Circnit a.certi
fied list of the documents comprising the record in the
Patent and Trademark Office, The court may request
that the Director forward the original or certified cop
ies of such documents during the pendency of the
appeal. In any reexamination case, the Director shall
submit to the court in writing the grounds for the deci
sion of the Patent and Trademark Office, addressing
all the issues involved in the appeal. The court shall,
before hearing an appeal, .give notice of the time and
place of the hearing to the Director and the parties in
the appeal.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1,
88 Stat. 1949; Apr. 2, 1982, Public Law 97-164, sec.
163(a)(7), 96 Stat. 49; Nov. 8, 1984, Public Law 98-620,
sec.414(a), 98 Stat. 3363; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A"571, 582 (S. 1948
sees. 4605(d) and4732(a)(1O)(A».)
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35 U.S.C. 144 Decision on appeal.
The United States Court of Appeals for the Federal

Circuit shall review the decision from which an
appeal is taken on the record before the Patent and
Trademark Office. Upon its determination the court
shall issue to the Director its mandate and opinion,
which shall be. entered of record in the Patent and
Trademark Office and shall govern the further pro
ceedings in the case.

(Amended Jan. 2, 1975, Public Law93-596, sec. 1, 88
Stat. 1949; Apr. 2, 1982, Public Law 97-164, sec.
163(a)(7), 96 Stat. 49; Nov. 8, 1984, Public Law 98-620,
sec. 414(a), 98 Stat. 3363; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(10)(A».)

35 U.s.C. 145 Civil action to obtain patent.
An applicant dissatisfied with the decision of the

Board of Patent Appeals and Interferences in an
appeal under section 134(a) of this title may, unless
appeal has been taken to the Uuited States Court of
Appeals for the Federal Circuit, have remedy by civil
action against the Director in the United States Dis
trict Court for the District of Columbia if commenced
within such time. after such decision, not less than
sixty days, as the Director appoints. The court may
adjudge that such applicant is entitled to receive a
patent for his invention, as specified in any of his
claims involved in the decision of the Board of Pateut
Appeals and Interferences, as thefacts in the case may
appear, and such adjudication shall authorize the
Director to issue such patent on compliance with the
requirements of law. All the expenses of the proceed
ings shallbe paid by the applicant.

(Amended Apr. 2, 1982, Public Law 97-164, sec.
163(a)(7), 96 Stat. 49; Nov. 8, 1984, Public Law 98-622,
sec. 203(b), 98Stat. 3387; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-571, 582 (S. 1948
sees. 4605(e) and4732(a)(1O)(A).)

35 U.s.C. 146 Civil action in case of interference.
Any party to an interference dissatisfied with the

decision of the Board of Patent Appeals and Interfer
ences may have remedy by civil action, if commenced
within such time after such decision, not less than
sixty days, as the Director appoints or as provided in
section 141 of this title, unless he has appealed to the
United States Court of Appeals for the Federal Cir
cuit, and such appeal is pending or has been decided.
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In such suits the record in the Patent and Trademark
Office shall be admitted on motion of either party
upon the terms and conditions as to costs, expenses,
and the further cross-examination of the witnesses as
the court imposes, without prejudice to the right of the
parties to take further testimony. The testimony and
exhibits of the record in the Patent and Trademark
Office when admitted shall have the same effect as if
originally taken and produced in the suit.

Such suit may be instituted against the party in
interest as shown by the records of the Patent and
Trademark Office at the time of the decision com
plained of, but any party in interest may become a
party to the action. If there be adverse parties residing
in a plurality of districts not embraced within the
same state, or an adverse party residing in a foreign
country, the United States District Court for the Dis
trict of Columbia. shall have jurisdiction and may
issue summons against the adverse parties directed to
the marshal of any district in which any adverse party
resides. Summons against adverse parties residing in
foreign countries may be served by publication or oth
erwise as the court directs. The Director shall not be a
necessary party but he shall be notified of the filing of
the suit by the clerk of the court in which it is filed
and shall have the right to intervene. Judgment of the
court in favor of the right of an applicant to a patent
shall authorize the Director to issue such patent on the
filing in the Patent and Trademark Office of a certi
fied copy of the judgment and on compliance with the
requirements of law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949; Apr. 2, 1982, Public Law 97-164, sec.
163(a)(7), 96 Stat. 49; Nov. 8, 1984, Public Law 98-622,
sec. 203(c), 98 Stat. 3387; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A».)

CHAPTER 14 - ISSUE OF PATENT

Sec.
lSI Issue of patent.
152 Issue of patent to assignee.
153 How issued.
154 Contents and term of patent; provisional rights.
155 Patent term extension.
155A Patent term restoration.
156 Extension of patent term.
157 Statutory invention registration.

35 U.S.C. 151 Issue of patent.

If it appears that applicant is entitled to a patent
under the law, a written notice of allowance of the
application shall be given or mailed to the applicant.
The notice shall specify a sum, constituting the issue
fee or a portion thereof, which shall be paid within
three months thereafter.

Upon payment of this sum the patent shall issue,
but if payment is not timely made, the application
shall be regarded as abandoned.

Any remaining balance of the issue fee shall be
paid within three months from the sending of a notice
thereof, and, if not paid, the patent shall lapse at the
termination of this three-month period. In calculating
the amount of a remaining balance, charges for a page
or less may be disregarded.

If any payment required by this section is not
timely made, but is submitted with the fee for delayed
payment and the delay in payment is shown to have
been unavoidable, it may be accepted by the Director
as though no abandonment or lapse had ever occurred.

(Amended July 24, 1965, Public Law 89-83, sec. 4,
79 Stat. 260; Jan. 2, 1975, Public Law 93-601, sec. 3, 88
Stat. 1956; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A»; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A)).)

35 U.S.C. 152 Issue of patent to assignee.
Patents may be granted to the assignee of the inven

tor of record in the Patent and Trademark Office, upon
the application made and the specification sworn to
by the inventor, except as otherwise provided in this
title.

(Amended Jan. 2, 1975, Public Law 93-596, sec. I,
88 Stat. 1949.)

35 U.S.C. 153 How issued.
Patents shall be issued in the name of the United

States of America, under the seal of the Patent and
Trademark Office, and shall be signed by the Director
or have his signature placed thereon and attested by
an officer of the Patent and Trademark Office desig
nated by the Director, and shall be recorded in the
Patent and Trademark Office.

(Amended Jan. ·2, 1975, Public Law 93-596, sec.l,
88 Stat. 1949; Nov. 29, 1999, Public Law 106-113, sec.
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lOOO(a)(9), 113 Stat. 1501A-582. (S. 1948 sec.
4732(a)(1O)(A».)

35 U.S.C. 154 Contents and term of patent; provi-
sional rights. .

(a) IN GENERAL.-
(1) CONTENTS.-Every patent shall con

tain a short title of the invention and agrant to the pat
entee, his. heirs or assigns, of the. right to exclude
others from making, using, offering for sale, or selling
the invention throughout the United States or import
ing the invention into the United States, and, if the
invention is a process, of the right to exclude others
from using, offering for sale or selling throughout the
United States, or importing into the United States,
products made by that process, referring to the speci
fication for the particulars thereof.

(2) TERM.-Subject to the paymentof fees
under this title, such grantshall be fora tenn begin
ning on the date on which the patent issues and ending
20 years from thedate on which the application for
the patent was filed in the United States or, if the
application contains a specific reference to an earlier
filed application or applications under section 120,
121, or 365(c) ofthis title, from the date on which the
earlieststich application was filed.

(3) PRIORITY.-Priority under section 119,
365(a), or 365(b) of this title shall not be taken into
account in determining the term of a patent.

(4) SPECIFICATION ANDDRAWING._A
copy of the specification and drawing shall be
annexed to the patent and be a part of such patent.

(b) ADmSTMENT OF PATENTTERM.~

(1) PATENTTERM GUARANTEES.-
(A) GUARANTEE OF PROMPT PATENT

AND TRADEMARK OFFICE RESPONSES.- Sub
ject to the limitations under paragraph (2), if the issue
of an original patent is delayed due to the failure of
the Patent and Trademark Office to---

(i) provide at least one of the notifica
tions under section 132 of this title or a notice of
allowance under section 151 of this title not later than
14 months after-

(I) the date on which an application
was filed under section ll1(a) of this title; or

(II) the date on which an international
application fulfilled the requirements of section 371
of this title;
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(ii) respond to a reply under section 132,
or ito an appeal taken under section 134, within
4 months after the date on which thereply was filed or
the appeal was taken;

(iii) act on an application within
4 months after the date of a decision by the Board of
Patent Appeals and Interferences under section 134 or
135 or a decision by a Federal court under section
141, 145, or 146 ina casein which allowable claims
remain in the application; or

(iv) issue a patent within 4 months after
the date on which the issue fee was paid under section
151 and all outstanding requirements were satisfied,
the term of the patent shall be extended 1 day for each
day after the end of the period specified in clause (i),
(ii), (iii), or (iv), as the case maybe, until the action
described in such clause is taken.

(B) GUARANTEEdF NO MORE THAN
3'YEAR APPLICATIdNPENDENCY.- Subject to
the limitations under paragraphrz), if the issue of an
original patent is delayed drie to the failure of the
United "States Patentarid Trademark Office to issue a
patent within 3 years after the actual filing date of the
application in the United States, not includil1g-

(i) any time consumed by continued
examination of the application requested by the appli
cant under section 132eb);

(ii) any time consumed by a proceeding
under secti?n l35(a), any time consumed by the
imposition of an order under section 181, or any time
consumed by appellate review by the Board of Patent
Appeals and Interferences or by a Federal court; or

(iii) any delay in the processing of the
application by the United States Patent and Trade
mark Office requested by the applicant except as per
mitted by paragraph (3)(C), the term of the patent
shall be extended 1 day for each day after the end of
that 3-year period until the patent is issued.

(C) GUARANTEE OR ADmSTMENTS
FOR DELAYS DUE TO INTERFERENCES,
SECRECY ORDERS, AND APPEALS.-Subject to
the limitations under paragraph (2), if the issue of an
original patent is delayed due to-

(i) a proceeding under section 135(a);
(ii) the imposition of an order under sec"

tion 181; or
(iii) appellate review by the Board of

Patent Appeals and Interferences or by a Federal court
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in a case in which the patent was issued under a deci
sion in the review reversing an adverse determination
of patentability, the term of the patent shall be
extended 1 day for each day of the pendency of the
proceeding, order, or review, as the case may be.

(2) LIMITATIONS.-
(A) IN GENERAL.- To the extent that

periods of delay attributable to grounds specified in
paragraph (1) overlap, the period ·of any adjustment
granted under this subsection shall not exceed the
actual number of days the issuance of the patent was
delayed,

(B) DISCLAIMED TERM.- No patent
the term of which has been disclaimed beyond a spec
ified date may be adjusted under this section beyond
the expiration date specified in the disclaimer.

(C) REDUCTION OF PERIOD OF
ADJUSTMENT.-

(i) The period of adjustment of the term
of a patent under paragraph (1) shall be reduced by a
period equal to the period of time during which the
applicant failed to engage in reasonable efforts to con
clude prosecution of the application.

(ii) With respect to adjustments to patent
term made under the authority of paragraph (1)(B), an
applicant shall be deemed to have failed to engage in
reasonable efforts to conclude processing or examina
tion of an application for the cumulative total of any
periods of time in excess of 3 months that are taken to
respond to a notice from the Office making any rejec
tion, objection, argument, or other request, measuring
such 3-month period from the date the notice was
given or mailed to the applicant.

(iii) The Director shall prescribe regula
tions establishing the circumstances that constitute a
failure of an applicant to engage in reasonable efforts
to conclude processing or examination of anapplica
tion.

(3) PROCEDURES FOR PATENT TERM
ADJUSTMENT DETERMINATION.-

(A) The Director shall prescribe regula
tions establishing procedures for the application for
and determination of patent term adjustments under
this subsection.

(B) Under the procedures established
under subparagraph (A), the Director shall-

(i) make a determination of the period
of any patent term adjustment under this subsection,

and shall transmit a notice of that determination with
the written notice of allowance of the application
under section 151; and

(ii) provide the applicant one opportu
nity to request reconsideration of any patent term
adjustment determination made by the Director.

(C) The Director shall reinstate all or part
of the cumulative period of time of an adjustment
under paragraph (2)(C) if the applicant, prior to the
issuance of the patent, makes a showing that, in spite
of all due care, the applicant was unable to respond
within the 3-monthperiod, but in no case shall more
than three additional months for each such response
beyond the original 3-month period be reinstated.

(D) The Director shall proceed to grant the
patent after completion of the Director's determina
tion of a patent term adjustment under the procedures
established under this subsection, notwithstanding
any appeal taken by the applicant of such determina
tion.

(4) APPEAL OF PATENT TERM ADJUST
MENT DETERMINATION.-

(A) An applicant dissatisfied with a deter
mination made by the Director under paragraph (3)
shall have remedy by a civil action against the Direc
tor filed in the United States District Court for the
District of Columbia within 180 days after the grant
of the patent. Chapter 7 of title 5, United States Code,
shall apply to such action. Any final judgment result
ing in a change to the period of adjustment of the
patent term shall be served on the Director, and the
Director shall thereafter alter the term of the patent to
reflect such change.

(B) The determination of a patent term
adjustment under this subsection shall not be subject
to appeal or challenge by a third party prior to the
grant of the patent.

(c) CONTINUATION.~

(1) DETERMINATION.-The term of a
patent that is in force on or that results from an appli
cation filed before the date that is 6 months after the
date of the enactment of the Uruguay Round Agree
ments Act shall be the greater of the 20-year term as
provided in subsection (a), or 17 years from grant,
subject to any terminal disclaimers.

(2) REMEDIES.-The remedies of sections
283, 284, and 285 of this title shall not apply to acts
which-
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(A) .were commenced or for which substan
tial investment was made before the date that is 6
months after the date of the enactmentof the Uruguay
Round Agreements Act; and

(B) became infringing by reason of para
graph (1).

(3) REMUNERATION.-The acts referred
to in paragraph (2) may be continued only upon the
payment of an equitable remuneration to the patentee
that is determined in an action brought under chapter
28 and chapter 29 (other than those provisions
excluded by paragraph (2» of this title;

(d) PROVISIONAL RlGHTS.--
(1) IN GENERAL.~ In addition to other

rights provided by this section, a patent shall include
the right to obtain a reasonable royalty from any per
son who, during the period beginning on the date of
publication of the application for such patent under
section 122(b), or in the case of an international appli
cation filed under the treaty defined in section 351(a)
designating the United States under Article 21(2)(a)
of such treaty, the date of publication of the applica
tion, and ending on the date the patent is issued-

(A) .(i) makes, uses, offers for sale; or sells
in the United States the invention as claimed in the
published patent application or imports such an.inven
tion into the United States; or

(ii) if the invention as claimed in the
published patent application is a process, uses, offers
for sale, or sells in the United States or imports into
the United States products made by that process as
claimed in the published patent application; and

(B) had actual notice of the published
patent application and, in a case in which the right
arisirig under this paragraph is based upon an interna
tional application designating the United States that is
published in a language other than English, had a
translation of the international application into the
English language.

(2) RIGHT BASED ON SUBSTANTIALLY
IDENTICAL INVENTIONS.- The right under para
graph (I) to obtain a reasonable royalty shall not be
available under this subsection unless the invention as
claimed in the patent is substantially identical to the
invention as claimed in the published patent applica
tion.

(3) TIME LIMITATION ON OBTAINING A
REASONABLE ROYALTY.- The right under para-
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graph (I) to obtain a reasonable royalty shall be avail
able only in an action brought not later than 6 years
after the patent is issued. The right under paragraph
(I) to obtain a reasonable royalty shall not be affected
by the duration of the period described in paragraph
(I).

(4) REQUIREMENTS FOR INTERNA
TIONAL APPLICATIONS-

(A) EFFECTIVE DATE.- The right under
paragraph (I) to obtain a reasonable royalty based
upon the publication under the treaty defined in sec
tion 351(a) of an international application designating
the United States shall commence on the date on
which the Patent and Trademark Office receives a
copy of the publication under the treaty of the interna
tional application, or, if the publication under the
treaty of the international application is in a language
other than English, on the date on which the Patent
and Trademark Office receives a translation of the
international application in the English language.

(B) COPIES.- The Director may require
the applicant to provide a. copy of the iuternational
application and a translation thereof.

(AmendedJuly 24, 1965,Public Law 89-83,sec. 5, 79
Stat. 261; Dec. 12, 1980, Public Law 96-517, sec. 4, 94
Stat. 3018; Aug. 23, 1988,Public Law. 100-418, sec. 9002,
102Stat. 1563;Dec.B, 1994,PublicLaw 103-465, sec. 532
(a)(I), 108Stat. 4983; Oct. 11, 1996,Public Law 104-295,
sec. 20(e)(l), \10 Stat. 3529.)

(Subsection (b) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 150lA-557 (S. 1948
sec. 4402(a».)

(Subsection (d) added Nov. 29, 1999,Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-564 (S. 1948 sec.
4504),)

35 U.s.C; 155 Patent term extension.
Notwithstanding the provisions of section 154, the

term of a patent which encompasses within its scope a
composition of matter or a process for using such
composition shall be extended if such composition or
process has been subjected to a regulatory review by
the Federal Food and Drug Administration pursuant
to the Federal Food, Drug and Cosmetic ACt leading
to the publication of regulation permitting tbe inter
state distribution and sale of such composition or pro
cess and for which there has thereafter been a stay of
regulation of approval imposed pursuant to section
409 of the Federal Food, Drug and Cosmetic Act,
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which stay was in effect on January 1, 1981, by a
length of time to be measured from the date such stay
of regulation of approval was imposed until such pro
ceedings are finally resolved and commercial market
ing permitted. The patentee, his heirs, successors, or
assigns shall notify the Director within 90 days of the
date of enactment of this section or the date the stay of
regulation of approval has been removed, whichever
is later, of the number of the patent to be extended and
the date the stay was imposed and the date commer
cial marketing was permitted. On receipt of such
notice, the Director shall promptly issue to the owner
of record of the patent a certificate of extension, under
.seal, stating the fact and length of the extension and
identifying the composition of matter or process for
using such composition to which such extension is
applicable. Such certificate shall be recorded in the
official file of each patent extended and such certifi
cate shall be considered as part of the original patent,
and an appropriate notice shall be published in the
Official Gazette of the Patent and Trademark Office.

(Added Jan. 4, 1983, Public Law 97-414, sec. 11(a),
96 Stat. 2065; amended Nov. 29, 1999, Pnblic Law 106
113, sec. 1000(a)(9), 113 Stat. 150lA-582 (S. 1948 sees.
4732(a)(6) and4732(a)(l0)(A)).)

35 U.s.C. 155A Patentterm restoration.

(a) Notwithstanding section 154 of this title, the
term of each of the following patents shall be
extended in accordance with this section:

(1) Any patent which encompasses within its
scope a composition of matter which is a new drug
product, if during the regulatory review of the product
by the Federal Food and Drug Administration -

(A) the Federal Food and Drug Adminis
tration notified the patentee, by letter dated February
20, 1976, that such product's new drug application
was not approvable under section 505(b)(1) of the
Federal Food, Drug and Cosmetic Act;

(B) in 1977 the patentee submitted to the
Federal Food and Drug Administration the results of a
health effects test to evaluate the carcinogenic poten
tial of such product;

(C) the Federal Food and Drug Adminis
tration approved, by letter dated December 18, 1979,
the new drug application for such application; and

(D) the Federal Food and Drug Adminis
tration approved, by letter dated May 26, 1981, a sup-

plementary application covering the facility for the
production of such product.

(2) Any patent which encompasses within its
scope a process for using the composition described
in paragraph (1).

(b) The term of any patent described in subsec
tion (a) shall be extended for a period equal to the
period beginning February 20, 1976, and ending May
26, 1981, and such patent shall have the effect as if
originally issued with such extended term.

(c) The patentee of any patent described in sub
section (a) of this section shall, within ninety days
after the date of enactment of this section, notify the
Director of the number of any patent so extended. On
receipt of such notice, the Director shall confirm such
extension by placing a notice thereof in the official
file of such patent and publishing an appropriate
notice of such extension in the Official Gazette of the
Patent and Trademark Office.

(Added Oct. 13, 1983, Public Law 98-127, sec. 4(a),
97 Stat. 832;amended Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sees.
4732(a)(7) and4732(a)(1O)(A)).)

35 U.S.C. 156 Extension of patent term.
(a) The term of a patent which claims a prod

uct, a method of using a product, or a method of man
ufacturing a product shall be extended in accordance
with this section from the original expiration date of
the patent, which shall include any patent term adjust
ment granted under section l54(b) if-

(1) the term of the patent has not expired
before an application is submitted under subsection
(d)(1) for its extension;

(2) the term of the patent has never been
extended under subsection (e)(l) of this section;

(3) an application for extension is submitted
by the owner of record of the patent or its agent and in
accordance with the requirements of paragraphs (1)
through (4) of subsection (d);

(4) the product has been subject to a regula
tory review period before its commercial marketing or
use;

(5)(A) except as provided in subparagraph (B)
or (C), the permission for the commercial marketing
or use of the product after such regulatory review
period is the first permitted commercial marketing or
use of the product under the provision of law under
which such regulatory review period occurred;
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(B) .in the case of a patent which claims a
method of manufacturing the product which primarily
uses recombinant DNA technology in the manufac
ture of the product, the permission for the commercial
marketing or use of the product after such regulatory
period is the first permitted commercial marketing or
use of a product manufactured under the process
claimed in the patent; or

(C) for purposes of subparagraph (A), in
the case of a patent which -

(i) claims a new animal drug or a veter
inary biological product which (1) is not covered by
the clainis in any other patent which has been
extended, and (II) has received permission for the
commercial marketing or use in non-food-producing
animals and in food-producing animals, and

(ii) was not extended on the basis of the
regulatory review period for use in non-food-produc
ing animals, the permission for the commercial mar
keting or use of the drug or product after the
regulatory review period for use in food-producing
animals is the first permitted commercial marketing
or use of the drug or product for administration to a
food-producing animal.

The product referred to in paragraphs
(4) and (5) is hereinafter in this section referred to as
the "approved product."

(b) Except as provided in subsection (d)(5)(F),
the rights derived from any patent the term of which is
extended under this section shall during the period
during which the term of the patent is extended~

(I) in the case of a patent which claims a
product, be limited to any use approved for the prod
uct-

(A) before the expiration of the term ofthe
patent-

(i). under the provision of law under
which the applicable regulatory review occurred, or

(ii) under the provision of law under
which any regulatory review described in paragraph
(1), (4), or (5) of subsection (g) occurred, and

(B) on or after the expiration of the regula
tory review period upon which the extension of the
patent was based;

(2) in the case of a patent which claims a
method of using a product, be limited to any use
claimed by the patent and approved for the product-

(A) before the expiration of the term of the
patent~

(i) under any provision of law under
which an applicable regulatory review occurred, and

(ii) under the provision of law under
which any regulatory review described in paragraph
(I), (4), or (5) of subsection (g) occurred, and

(B) .on or after the expiration of the regula
tory review period upon which the extension of the
patent was based; and

(3) in the case of a patent which claims a
method of manufacturing a product, be limited to the
method of manufacturing as used to make -

(A) the approved product, or
(B) the product if it has been subject to a

regulatory review period described in paragraphs (I),
(4), or (5) of subsection (g).

As used in this subsection, the term "prod
uct" includes an approved product.

(c) The term of a patent eligible for extension
under subsection (a) shall be extended by the time
equal to the regulatory review period for the approved
product which period occurs after the date the patent
is issued, except that~

(I) each period of the regulatory review
period shall be reduced by any period determined
under subsection (d)(2)(B) during which the applicant
for the patent extension did not act with due diligence
during such period of the regulatory review period;

(2) after any reduction required by paragraph
(I), the period of extension shall include only one-half
of the time remaining in theperiods described in para
graphs (1)(B)(i), (2)(B)(i), (3)(B)(i), (4)(B)(i), and
(5)(B)(i) of subsection (g);

(3) if the period remaining in the term of a
patent after the date of the approval of the approved
product under the provision of law under which such
regulatory review occurred when added to the regula
tory review period as revised under paragraphs (I)
and (2) exceeds fourteen years, the period of exten
sion shall be reduced so that the total of both such
periods does not exceed fourteen years, and

(4) in no event shall more than one patent be
extended under subsection (e)(i) for the same regula
tory review period for any product.

(d)(I) To obtain an extension of the term of a
patent under this section, the owner of record of the
patent or its agent shall submitan application to the
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Director. Except as provided in paragraph (5), such an
application may only be submitted within the sixty
day period beginning on the date the product received
permission under the provision of law under which
the applicable regulatory review period occurred for
commercial marketing or use. The application shall
contain-

(A) the identity of the approved product
and the Federal statute under which regulatory review
occurred;

(B) the identity of the patent for which an
extension is being sought and the identity of each
claim of such patent;

(C) information to enable the Director to
determine under subsections (a) and (b) the eligibility
of a patent for extension and the rights that will be
derived from the extension and information to enable
the Director and the Secretary of Health and Human
Services or the Secretary of Agriculture to determine
the period of the extension under subsection (g);

(D) a brief description of the activities
undertaken by the applicant during the applicable reg
ulatory review period with respect to the approved
product and the significant dates applicable to such
activities; and

(E) such patent or other information as the
Director may require.

(2)(A) Within 60 days of the submittal of an
application for extension of the term of a patent under
paragraph (1), the Director shall notify-

(i) the Secretary of Agriculture if the
patent claims a drug product or a method of using or
manufacturing a drug product and the drug product is
subject to the Virus-Serum-Toxin Act, and

(ii) the Secretary of Health and Human
Services if the patent claims any other drug product, a
medical device, or a food additive or color additive or
a method of using or mannfacturing such a product,
device, or additive and if the product, device, and
additive are subject to the Federal Food, Drug and
Cosmetic Act, of the extension application and shall
submit to the Secretary who is so notified a copy of
the application. Not later than 30 days after the receipt
of an application from the Director, the Secretary
reviewing the application shall review the dates con
tained in the application pursuant to paragraph (1)(C)
and determine the applicable regulatory review
period, shall notify the Director of the determination,

and shall publish in the Federal Register a notice of
such determination.

(B)(i) If a petition is submitted to the Sec
retary making the determination under subparagraph
(A), not later than 180 days after the publication of the
determination under subparagraph (A), upon which it
may reasonably be determined that the applicant did
not act with due diligence during the applicable regu
latory review period, the Secretary making the deter
mination shall, in accordance with regulations
promulgated by the Secretary, determine if the appli
cant acted with due diligence during the applicable
regulatory review period. The Secretary making the
determination shall make such determination not later
than 90 days after the receipt of such a petition. For a
drug product, device, or additive subject to the Fed
eral Food, Drug, and Cosmetic Act or the Public
Health Service Act, the Secretary may not delegate
the authority to make the determination prescribed by
this clause to an office below the Office of the Com
missioner of Food and Drugs. For a product subject to
the Virus-Serum-Toxin Act, the Secretary of Agricul
ture may not delegate the authority to make the deter
mination prescribed by this clause to an office below
the office of theAssistant Secretary for Marketing and
Inspection Services.

(ii) The Secretary making a determina
tion under clause (i) shall notify the Director of the
determination and shall publish in the Federal Regis
ter a notice of such determination together with the
factual and legal basis for such determination. Any
interested person may request, within the 60-day
period beginning on the publication of a determina
tion, the Secretary making the determination to hold
an informal hearing on the determination. If .such a
request is made within such period, such Secretary
shall hold such hearing not later than 30 days after the
date of the request, or at the request of the person
making the request, not later than 60 days after such
date. The Secretary who is holding the hearing shall
provide notice of the hearing to the owner of
the patent involved and to any interested person and
provide the owner and any interested person an
opportunity to participate in the hearing. Within
30 days after the completion of the hearing, such Sec
retary shall affirm or revise the determination which
was the subject of the hearing and notify the Director
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of any revision of the determination and shall publish
any such revision in the Federal Register.

(3) For the purposes of paragraph (2)(B), the
term "due diligence" means that degree of attention,
continuous directed effort, and timeliness as may rea
sonably be expected from, and are ordinarily exer
cised by, a person during a regulatory review period.

(4) An application forthe extension of the
term of a patent is subject to the disclosure require
ments prescribed by the Director.

(5)(A) If the owner of record of the patent or
its agent reasonably expects that the applicable regu
latory review. period described in paragraphs
(I )(B)(ii), (2)(B)(ii), (3)(B)(ii),(4)(B)(ii), or (5)(B)(ii)
of subsection (g) that began for a product that is th.e

. ..... . . . ' . _. . . . .: . .
subject of such patent may extend beyond theexpira-
tion of the patent term in effect, the owner or its agent
may submit an application to the Director for an
interim extension during the period beginning 6
months, and ending 15 daysbeforesuch term is due to
expire. The application shall contain-

(i) the identity of the product subject to
regulating review and the Federal statute under which
such review is occurring;

(ii) the idel1tity of the patent for which
interim extension is being sought and the identity of
each claim of such patent which claims the product
under regulatory review or a method of using or man
ufacturing the product;

(iii) information to enable the Director to
determine under subsection (a)(l), (2), and (3) the eli
gibility of a patent for extension;

(iv) a brief description of the activities
undertaken by the applicant during the applicable reg
ulatoryreview period to date with respect to the prod
uct under review and the significant dates applicable
to such activities; and

(v) such patent or other information as
the Director may require.

(B) If the Director determines that, except
for permission to market or usethe product commer
cially, the patent would be eligible for an extension of
the patent term under this section, the Director shall
publish in the Federal Register a notice of such deter
mination, including the identity of the product under
regulatory review, and shall issue to the applicant a
certificate of interim extension for a period of not
more than I year.
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(e) The owner of record of a patent, or its
agent, for which an interim extension has been
granted under subparagraph (B), may apply for not
more than 4 subsequent interim extensions under this
paragraph, except that, in the case of a patent subject
to subsection (g)(6)(C), the owner of record of the
patent, or its agent, may apply for only I subsequent
interim extension under this paragraph. Each such
subsequent application shall be made during the
period beginning 60 days before, and ending 30 days
before,the expiration of the preceding interim exten
sion.

(D) Each certificate of interim extension
under this paragraph shall be recorded in the official
file of the patent and shall be considered part of the
original patent.

(E) Any interim extension granted under
this paragraph shall terminate at the end of the 60-day
period beginning on the day on which the product
involved receives permission for commercial market
ing or use, except that, if within that 60-dayperiod,
the applicant notifies the Director of such permission
and submits any additional information under para"
graph (I) of this subsection not previously contained
in the application for interim extension, the patent
shall be further extended, in accordance with the pro
visions of this section-

(i) for not to exceed 5 years from the
date of expiration of the original patent term; or

(ii) if the patent is subject to subsection
(g)(6)(C), from the date on which the product
involved receives approval for commercial marketing
or use.

(F) The rights derived from any patent the
term of which is extended under this paragraph shall,
during the period of interim extension-

(i). in the case of a j)atent which claims a
product, be limited to any use then under regulatory
review?

(ii) in the case of a patent whichclaims a
method of using aproduct, be limited to any use
claimed by the patent then underregulatory review;
and

(iii) in the case of a patent which claims a
method of manufacturing a product, be limited to the
method of manufacturing as used to make the product
then under regulatory review:
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(e)(I) A determination that a patent is eligible
for extension may be made by the Director solely on
the basis of the representations contained in the appli
cation for the .extension. If the Director determines
that a patent is eligible for extension under subsection
(a) and that the requirements of paragraphs (1)
through (4) of subsection (d) have been complied
with, the Director shall issue to the applicant for the
extension of the term of the patent a certificate of
extension, under seal, for the period prescribed by
subsection (c). Such certificate shall be recorded in
the official file of the patent and shall be considered as
part of the original patent.

(2) If the term of a patent for which an appli
cation has been submitted under subsection (d)(I)
would expire before a certificate of extension is
issued or denied under paragraph (1) respecting the
application, the Director shall extend, until such
determination is made, the term of the patent for peri
ods of up to one year if he determines that the patent
is eligible for extension.

(f) For purposes of this section;
(1) The term "product" means;

(A) A drug product.
(B) Any medical device, food additive, or

color additive subject to regulation under the Federal
Food, Drug, and Cosmetic Act.

(2) The term "drug product" means the active
ingredient of-

(A) a new drug, antibiotic drug, or human
biological product (as those terms are used in the Fed
eral Food, Drug, and Cosmetic Act and the Public
Health Service Act) or

(B) a new animal drug or veterinary bio
logical product (as those terms are used in the Federal
Food, Drug, and Cosmetic Act and the Virus-Serum"
Toxin Act) which is not primarily manufactured using
recombinant DNA, recombinant RNA, hybridoma
technology, or other processes involving site specific
genetic manipulation techniques, including any salt or
ester of the active ingredient, as a single entity or in
combination with another active ingredient.

(3) The term "major health or environmental
effects test" means a test which is reasonably related
to the evaluation of the health or environmental
effects of a product, which requires at least six months
to conduct, and the data from which is submitted to
receive permission for commercial marketing or use.

Periods of analysis or evaluation of test results are not
to be included in determining if the conduct of a test
required at least six months.

(4)(A) Any reference to section 351 is a refer
ence to section 351 of the Public Health Service Act.

(B) Any reference to section 503, 505, 512,
or 515 is a reference to section 503, 505, 512, or 515
of the Federal Food, Drug and Cosmetic Act.

(C) Any reference to the Virns-Serum
Toxin Act is a reference to the Act of March 4, 1913
(21 U.S.c. 151 - 158).

(5) The term "informal hearing" has the
meaning prescribed for such term by section 201(y) of
the Federal Food, Drug and Cosmetic Act.

(6) The term "patent" means a patent issued
by the United States Patent and Trademark Office.

(7) The term "date of enactment" as used in
this section means September 24, 1984, for human
drug product, a medical device, food additive, or color
additive.

(8) The term "date of enactment" as used in
this section means the date of enactment of the
Generic Animal Drug and Patent Term Restoration
Act for an animal drug or a veterinary biological
product.

(g) For purposes of this section, the term "regu
latory review period" has the following meanings:

(1)(A)In the case of a product which is a new
drug, antibiotic drug, or human biological product, the
term means the period described in subparagraph (B)
to which the limitation described in paragraph (6)
applies.

(B) The regulatory review period for a new
drug, antibiotic drug, or human biological product is
the sum of-

(i) the period beginning on the date an
exemption under subsection (i) of section 505 or sub
section (d) of section 507 became effective for the
approved product and ending on the date an applica
tion was initially submitted for such drug product
under section 351, 505, or 507, and

(ii) the period beginuingon the date the
application was initially submitted for the approved
product under section 351, subsection (b) of section
505, or section 507 and ending on the date such appli
cation was approved nnder snch section.

(2)(A) In the case of a product which is a food
additive or color additive, the term means the period
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described in snbparagraph (B) to which the limitation
described in paragraph (6) applies.

(B) The regnlatory review period fora
food or color additive is the snm of~

(i) the period beginning on the date a
major health or environmental effects test on the addi
tive was initiated and ending on the date a petition
was initially submitted with respect to the product
under the Federal Food, Drug, and Cosmetic Act
requesting the issuance of a regulation for use of the
product, and

(ii) the period beginning on the date a
petition was initially submitted with respect to the
product under the Federal Food, Drug, and Cosmetic
Act requesting the issuance of a regulation for use of
the product, and ending on the date such regulation
became effective or, jf objections were filed to such
regulation, ending on the date such objections were
resolved and commercial marketing was permitted or,
if commercial marketing was permitted and later
revoked pending further proceedings as a result of
such objections, ending on the date such proceedings
were finally resolved and commercial marketing was
permitted.

(3)(A) In the case of a product which is a
medical device, the term means the period described
in subparagraph (B) to which the limitation described
in paragraph .(6) applies.

(B) The regulatory review period for a
medical device is the sum of -

(i) the period beginning on the date a
clinical investigation on humans involving the device
was begun and ending on the date an application was
initially submitted with respect to the device under
section 515, and

(ii) the period beginning on the date an
application was initially submitted with respect to the
device under section 515 and ending on the date such
application was approved under such Act or the
period beginning on the date a notice of completion of
a product development protocol was initially submit
ted under section 515(f)(5) and ending on the date the
protocol was declared completed under section
515(f)(6),

(4)(A) In the case of a product which isa new
animal drug, the term means the period described in
subparagraph (B) to which the limitation described in
paragraph (6) applies.
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(B) The regulatory review period for a new
animal drug.product is the sum of -

(i) the period beginning on the earlier of
the date a major health or environmental effects test
on the drug was initiated or the date an exemption
under subsection Gl of section 512 became effective
for the approved new animal drug product and ending
on the date an application was initially submitted for
such animal drug product under section 512, and

(ii) the period beginning onthe date the
application was initially submitted for the approved
animal drug product under subsection (b) of section
512 and ending on the date such application was
approved under such section.

(5)(A) In the case of a product which is a vet
erinary biological product, the term means the period
described in subparagraph (B) to which the limitation
described in paragraph (6) applies.

(B) The regulatory period for a veterinary
biological product is the sum of -

(i) the period begiiming on the date the
authority to prepare an experimental biological prod
uct under the Virus- Serum-Toxin Act became effec
tive and ending on the date an application for a license
was submitted under the Virus-Serum-Toxin Act, and

(ii) the period beginning on the date an
application for a license was initially submitted for
approval under the Virus-Serum-Toxin Act and end
ing on the date such license was issued.

(6) A period determined under any of the
preceding paragraphs is subject to the following limi
tations:

(A) If the patent involved was issued after
the date of the enactment of this section, the period of
extension determined on the basis of the regulatory
review period determined under any such paragraph
may not exceed five years.

(B) If the patent involved was issued
before the date of the enacttnent of this section and -

(i) no request for an exemption
described in paragraph (1)(B) or (4)(B) was submitted
and no request for the authority described in para
graph (5)(B)was submitted,

(ii) no major health or environment
effects test described in paragraph (2)(B) or (4)(B)
was initiated and no petition for a regulation or appli
cation for registration described in such paragraph
was submitted, or

L-38



PATENT LAWS 157

(iii) no clinical investigation described in
paragraph (3) was begun or product development pro
tocol described in such paragraph was submitted,
before such date for the approved product the period
of extension determined on the basis of the regulatory
review period determined under any such paragraph
may not exceed five years.

(C) If the patent involved was issued
before the date of the enacttnent of this section and if
an action described in subparagraph (B) was taken
before the date of enacttnent of this section with
respect to the approved product and the commercial
marketing or use of the product has not been approved
before such date, the period of extension determined
on the basis of the regulatory review period deter
mined under such paragraph may not exceed two
years or in the case of an approved product which is a
new animal drug or veterinary biological product (as
those terms are used in the Federal Food, Drug, and
Cosmetic Act or the Virus-Serum-Toxin Act), three
years.

(h) The Director may establish such fees as the
Director determines appropriate to cover the costs to
the Office of receiving and acting upon applications
under this section.

(Added Sept. 24, 1984, Public Law 98-417, sec.
201(a), 98 Stat. 1598; amended Nov. 16, 1988, PublicLaw
100-670, sec. 20I(a)-(h), 102 Stat. 3984; Dec. 3, 1993,
PublicLaw 103-179, sees. 5, 6, 107Stat. 2040,2042; Dec.
8, 1994, Public Law 103-465, sec. 532(e)(I), 108 Stat.
4987.)

(Subsection (f) amended Nov. 21, 1997, Public Law
105-115, sec. 125(b)(2)(P), 111 Stat. 2326.)

(Amended Nov. 29, 1999, Public La", 106-113, sec.
1000(a)(9), 113 Stat. 150IA-560, 582 (S. 1948 sees. 4404
and4732(a)(IO)(A».)

35 U.S.C. 157 Statutory invention registration.

(a) Notwithstanding any other provision of this
title, the Director is authorized to publish a statutory
invention registration containing the specification and
drawings of a regularly filed application for a patent
without examination if the applicant -

(1) meets the requirements of section 112 of
this title;

(2) has complied with the requirements for
printing, as set forth in regulations of the Director;

(3) waives the right to receive a patent on the
invention within such period as may be prescribed by
the Director; and

(4) pays application, publication, and other
processing fees established by the Director.

If an interference is declared with respect to
such an application, a statutory invention registration
may not be published unless the issue of priority of
invention is finally determined in favor of the appli
cant.

(b) The waiver under subsection (a)(3) of this
section by an applicant shall take effect upon publica
tion of the statutory invention registration.

(c) A statutory invention registration published
pursuant to this section shall have all of the attributes
specified for patents in this title except those specified
in section 183 and sections 271 through 289 of this
title. A statutory invention registration shall not have
any of the attributes specified for patents in any other
provision of law other than this title. A statutory
invention registration published pursuant to this sec
tion shall give appropriate notice to the public, pursu
ant to regulations which the Director shall issue, of
the preceding provisions of this subsection. The
invention with respect to which a statutory invention
certificate is published is not a patented invention for
purposes of section 292 of this title.

(d) The Director shall report to the Congress
annually on the use of statutory invention registra
tions. Such report shall include an assessment of the
degree to which agencies of the federal goverument
are making use of the statutory invention registration
system, the degree to which it aids the management of
federally developed technology, and an assessment of
the cost savings to the Federal Government of the
uses of such procedures.

(AddedNov. 8,1984, PublicLaw 98-622, sec. 102(a),
98 Stat. 3383; amended Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 150IA-582, 583 (S. 1948
sees. 4732(a)(IO)(A) and4732(a)(11».)

CHAPTER 15 - PLANT PATENTS

Sec.
161 Patents for plants.
162 Description, claim.
163 Grant.
164 Assistance of the Departtnent of Agriculture.

L-39 August2001



161 MANUAL OF PATENT EXAMINING PROCEDURE

35 U.S.C. 161 Patents for plants.
Whoever invents or discovers and asexually repro

duces any distinct and new variety of plant, including
cultivated sports, mutants, hybrids, and newly found
seedlings, other than a tuber propagated plant or a
plant found in an uncultivated state, may obtain a
patent therefor, subject to the conditions and require
ments .of this title.

The provisions of this title relating to patents for
inventions shall apply to patents for plants, except as
otherwise provided.

(Amended Sept. 3, 1954,68 Stat. 1190.)

35 U.S.C. 162 Description, claim.
No plant patent shall be declared invalid for non

compliance with section 112 of this title if the descrip
tion is as complete as is reasonably possible.

The claim in the specification shall be in formal
terms to the plant shown and described.

35 U.S.C. 163 Grant.
In the case of a plant patent, the grant shall include

the right to exclnde others from asexually reproducing
the plant, and from using, offering for sale, or selling
the plant so reproduced, or any of its parts, throughout
the United States, or from importing the plant so
reproduced,orany parts thereof, into the United
States.

(Amended Oct. 27, 1998, Public Law 105-289, sec. 3,
112 Stat.2781.)

35 U.S.C. 164 Assistance of the. Department of
Agriculture.

The President may by Executive order direct the
Secretary of Agriculture, in accordance with the
requests of the Director, for the purpose .of carrying
into effect the provisions of this title with respect to
plants (1) to furnish available information of the
Department of Agriculture, (2) to conduct through the
appropriate bureau or division of the Department
research upon special problems, or (3) to detail to the
Director officers and employees of the Department.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A».)

CHAPTER 16 - DESIGNS

Sec.
171 Patents for designs.
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172 Right of priority.
173 Term of design patent.

35 U.S.C. 171 Patents for designs.
Whoever invents any new, original, and ornamental

design for an article of manufacture may obtain a
patent therefor, subject to the conditions and require
ments of this title.

The provisions of this title relating to patents for
inventions shall apply to patents for designs, except as
otherwise provided.

35 U.s.C. 172 Right of priority.
The right of priority provided for by subsections (a)

through (d) of section 119 of this title and the time
specified in section 102(d) shall be six months in the
case of designs. The right of priority provided for by
section 119(e) of this title shall not apply to designs.

(Amended Dec. 8, 1994, Public Law 103-465, sec.
532(c)(2), 108 Stat. 4987.)

35 U.S.C. 173 Term of design patent.
Patents for designs shall be granted for the term of

fourteen years from the date of grant.

(Amended Aug. 27,1982, Public Law97-247, sec. 16,
96 Stat. 321; Dec. 8, 1994, Public Law 103-465, sec.
532(c)(3), 108 Stat. 4987.)

CHAPTER 17~ SECRECY OF CERTAIN
INVENTIONS AND FILING APPLICATIONS

IN FOREIGN COUNTRIES

Sec.
181 Secrecy of certain inventions and withholding

of patent.
182 Abandonment of invention for unauthorized

disclosure.
183 Right to compensation.
184 Filing of application in foreign country.
185 Patent barred for filing without license.
186 Penalty.
187 Nonapplicability to certain persons.
188 Rules and regulations, delegation of power.

35 U.S.C. 181 Secrecy of certain inventions and
withholding of patent.

Whenever publication or disclosure by the publica
tion of an application or by the grant of a patent on an
invention in which the Government has a property
interest might, in the opinion of the head of the inter-
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ested Government agency, be detrimental to the
national security, the Commissioner of Patents upon
being so notified shall order that the invention be kept
secret and shall withhold the publication of an appli
cation or the grant of a patent therefor under the con
ditions set forth hereinafter.

Whenever the publication or disclosure of an inven
tion by the pnblication of an application or by the
granting of a patent, in which the Government does
not have a property interest, might, in the opinion of
the Commissioner of Patents, be detrimental to the
national security, he shall make the application for
patent in which such invention is disclosed available
for inspection to the Atomic Energy Commission, the
Secretary of Defense, and the chief officer of any
other department or agency of the Government desig
nated by the President as a defense agency of the
United States.

Each individual to whom the application is dis
closed shall sign a dated acknowledgment thereof,
which acknowledgment shall be entered in the file of
the application. If, in the opinion of the Atomic
Energy Commission, the Secretary of a Defense
Department, or the chief officer of another department
or agency so designated, the publication or disclosure
of the invention by the publication of an application
or by the granting of a patent therefor would be detri
mental to the national security, the Atomic Energy
Commission, the Secretary of a Defense Department,
or such other chief officer shall notify the Commis
sioner of Patents and the Commissioner of Patents
shall order that the invention be kept secret and shall
withhold the publication of the application or the
grant of it patent for such period as the national inter
est requires, and notify the applicant thereof. Upon
proper showing by the head of the department or
agency who caused the secrecy order to be issued that
the examination of the application might jeopardize
the national interest, the Commissioner of Patents
shall thereupon maintain the application in a sealed
condition and notify the applicant thereof. The owner
of an application which has been placed under a
secrecy order shall have a right to appeal from the
order to the Secretary of Commerce under rules pre
scribed by him.

An invention shall not be ordered kept secret and
the publication of an application or the grant of a
patent withheld for a period of more than one year.

The Commissioner of Patents shall renew the order at
the end thereof, or at the end of any renewal period,
for additional periods of one year upon notification by
the head of the department or the chief officer of the
agency who caused the order to be Issued that an affir
mative determination has been made that the national
interest continues to so require. An order in effect, or
issued, during a time when the United States is at war,
shall remain in effect for the duration of hostilities and
one year following cessation of hostilities. An order in
effect, or issued, during a national emergency
declared by the President shall remain in effect for the
dnration of the national emergency and six months
thereafter. The Commissioner of Patents may rescind
any order upon notification by the heads of the depart
ments and the chief officers of the agencies who
caused the order to be issued that the publication or
disclosure of the invention is no longer deemed detri
mental to the national security.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-566, 582 (S. 1948 sees.
4507(7) and4732(a)(1O)(B».)

35 U.S.C. 182 Abandonment of invention for
unauthorized disclosure.

The invention disclosed in an application for patent
subject to an order made pnrsuant to section 181 of
this title may be held abandoned upon its being estab
lished by the Commissioner of Patents that in viola
tion of said order the invention has been published or
disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his
successors, assigns, or legal representatives, or any
one in privity with him or them, without the consent
of the Commissioner of Patents. The abandonment
shall be held to have occurred as of the time of viola
tion. The consent of the Commissioner of Patents
shall not be given without the concurrence of the
heads of the departments and the chief officers of the
agencies who caused the order to be issued. A holding
of abandonment shall constitute forfeiture by the
applicant, his successors, assigns, or legal representa
tives, or anyone in privity with him or them, of all
claims against the United States based upon such
invention.

(Amended Nov, 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(l0)(B».)
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35 U.S.C.183 Right to compensation.

An applicant, his successors, assigns, or legal rep
resentatives,whose patent is withheld as herein pro
vided, shall have the right, beginning at the date the
applicant is notified that, except for such order, his
application is otherwise in condition for allowance, or
February 1, 1952, whichever is later, and ending six
years after a patent is issued thereon, to apply to the
head of any department or agency who caused the
order. to be issued for compensation for ,the damage
caused by the order of secrecy and/or for the use of
the invention by the Government, resulting from his
disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by
the Government. The head of the department or
agency is authorized, upon the presentation of a
claim, to enter into an agreement with the applicant,
his successors, assigns, or legal representatives, in full
settlement for the damage and/or use. This settlement
agreement shall be conclusive for all purposes not
withstanding any other provision of law to the con
trary. If full settlement of the claim cannot be effected,
the head of thedepartment or ag~ncy may award and
pay to such applicant, his successors, assigns, or legal
representatives, a sum not exceeding 75 per centum of
the sum which the head of the department or agency
considers just compensation for the damage and/or
use. A claimant may bring suit against the United
States in the United States Court of Federal Claims or
in the District Court ofthe United States for the dis
trict in which such claimant is a resident for an
amount which when added to the award shall consti
tute just compensation for the damage and/or use of
the inventionby the Government. The owner of any
patent issuedupon an application that was subject to a
secrecy order issued 'pursuant to section 181 of this
title, who did not apply for compensation as above
provided, shall have tile right, after the date of issu
ance ofs\lchpatent, to bring snit in the United States
Court of Federal Claims for just compensation for the
damage cansed by reason of the order of secrecy and/
or use by the Government of the invention resnlting
from his disclosure. The right to compensation for use
shall begin on the date of the first useof the invention
by the Government. In a suit under the provisions of
this section the United States may avail itself of all
defensesit may plead in an action under section 1498
of title 28. This section shall not confer aright of

action on anyone or his successors, assigns, or legal
representatives who, while in thefull-time employ
ment or service of the United States, discovered,
invented, or developed the invention on which the
claim is based.

(Amended Apr. 2, 1982, Public Law 97-164, sec.
160(a)(12), 96Stat. 48;Oct. 29,1992, Public Law 102-572,
sec, 902(b)(1), 106StaI.4516.)

35 U.S.C. 184 Filing of application in foreign
country.

Except when authorized by a license obtained from
the Commissioner of Patents a person shall not file or
cause or authorize to be filed in any foreign country
prior to six months ,after filing in the United States an
application for patent or for the registration ofautility
model, industrial design, or model in respect' of an
invention made in this country. A license shall not be
granted with respect to an invention subject to an
order issued by the Commissioner of Patents pursuant
to section 181 of this title without the concnrrence of
the head of the departments and the chief officers of
the agencies who caused the order to be issued. The
license may be granted retroactively where an appli
cation has been filed abroad through error and without
deceptive intentand the application does not disclose
an invention within the scope of section 181 of this
title.

.The term "application" when used in this chapter
includes applications and any modifications, amend
ments, or supplements thereto, or divisions thereof.

The scope of a license shall permit subsequent
modifications, amendments, and supplements con
taining additional subject matter if the application
npon which the request for the license is based is not,
or was not, required to be made available for inspec
tion under section 181'ofthis title and if such modifi
cations, amendments, and snpplements do not change
the general nature ofthe invention in amanner Which
would require such application to be made available
for inspecti.on under such section 181. In any case in
which a license isnot, or was not, required in order to
file an application in any foreign country, such subse
quent modifications, amendments, and supplements
may be made, without a license, to the application
filed in the foreign country if the United States appli
cation was not required to be made available for
inspection under section 181 and if such modifica
tions, amendments, and supplements do not, or did
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not, change the general nature of the invention in a
manner which would require the United States appli
cation to have been made available for inspection
under such section 181.

(Amended Aug. 23, 1988, Public Law 100-418, sec.
9101(b)(I), 102Stat. 1567;Nov.29,1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(B)).)

35 U.S.C. 185 Patent barred for filing without
Iiceuse.

Notwithstanding any other provisions of law any
person, and his successors, assigns, or legal represen
tatives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or
legal representatives shall, without procuring the
license prescribed in section 184 of this title, have
made, or consented to or assisted another's making,
application in a foreign country for a patent or for the
registration of a utility model, industrial design, or
model in respect of the invention. A United States
patent issued to such person, his successors, assigns,
or legal representatives shall be invalid, unless the
failure to procure such license was through error and
without deceptive intent, and the patent does not dis
close subject matter within the scope of section 181 of
this title.

(Amended Aug, 23, 1988, Public Law 100-418, sec.
9101(b)(2), 102Stat. 1568.)

35 U.S.C. 186 Penalty.

Whoever, during the period or periods of time an
invention has been ordered to be kept secret and the
grant of a patent thereon withheld pursuant to section
181 of this title, shall, with knowledge of such order
and without due authorization, willfully publish or
disclose or authorize or cause to be published or dis
closed the invention, or material information with
respect thereto, or whoever willfully, in violation of
the provisions of section 184 of this title, shall file or
cause or authorize to be filed in any foreign country
an application for patent or for the registration of a
utility model, industrial design, or model in respect of
any invention made in the United States, shall, upon
conviction, be fined not more than $10,000 or impris
oned for not more than two years, or both.

(Amended Aug; 23, 1988, Public Law 100-418, sec.
9101(b)(3), 102 Stat. 1568.)

35 U.S.C.IS? Nonapplicability to certain persons.
The prohibitions and penalties of this chapter shall

not apply to any officer or agent of the United States
acting within the scope of his authority, nor to any
person acting upou his written instructions or permis
sion.

35 U.S.C. IS8 Rules and regulations, delegation of
power.

The Atomic Energy Commission, the Secretary of a
defense department, the chief officer of any other
department or agency of the Government designated
by the President as a defense agency of the United
States, and the Secretary of Commerce, may sepa
rately issue rules and regulations to enable the respec
tive department or agency to carry out the provisions
of this chapter, and may delegate any power conferred
by this chapter.

CHAPTER 18 - PATENT RIGHTS IN
INVENTIONS MADE WITH FEDERAL

ASSISTANCE

Sec.
200 Policy and objective.
201 Definitions.
202 Disposition of rights.
203 March-in rights.
204 Preference for United States industry.
205 Confidentiality.
206 Uniform clauses and regulations.
207 Domestic and foreign protection of federally

owned inventions.
208 Regulations governing Federal licensing.
209 Restrictions on licensing of federally owned

inventions.
210 Precedence of chapter.
211 Relationship to antitrust laws.
212 Disposition of rights in educational awards.

35 U.S.C. 200 Policy and objective.
It is the policy and objective of the Congress to use

the patent system to promote the utilization of inven
tions arising from federally supported research or
development; to encourage maximum participation of
small business firms in federally supported research
and development efforts; to promote collaboration
between commercial concerns and nonprofit organi
zations, including universities; to ensure that inven
tions made by nonprofit organizations and small
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business firms are used ina manner to promote free
competition and enterprise without unduly encumber
ing future research and discovery; to promote the
commercialization and public availability of inven
tions made in the United States by United States
industry and labor; to ensure that the Government
obtains sufficient rights in federally sllPP?rted inven
tions to meet the needs of the Government and protect
the public against nonuse. or unreasonable use of
inventions; and to minimize the costs of administering
policies in this area.

. (Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3018; amended Nov. 1,2000, Public Law 106-404,
sec. 5, 114Stat. 1745.)

35 U.S.C. 201 Definitions.
As used in this chapter -

(a) The term "Federal agency" means anyexec
utive agency as defined in section 105 of title 5,
United States Code, and the military departments as
defined by section 102 of title 5, United States Code.

(b) The term "funding agreement" means any
contract, grant, or cooperative agreement entered into
between any Federal agency,other than the Tennessee
Valley Authority, and any contractor for the perfor
mance of experimental, developmental, or research
work funded in whole or in part by the Federal Gov
ernment. Such term includes any assignment, substi
tution of parties, or subcontract of any type entered
into for the performance of experimental, develop
mental, or research work under a funding agreement
as herein defined.

(c) The term "contractor" means any person,
small business firm, ornonprofit organizatioIl that is a
party to a funding agreement.

(d) The term "invention" means any invention
or discovery which is or may be patentable or other
wise protectable under this title or any novel variety
of plant which is or may be protectable under the
Plant Variety Protection Act (7 U.S.C. 2321, et seq.).

(e) The term "subject invention" means any
invention of the contractor conceived or first actually
reduced to practice in the performance of work under
a funding agreement: Provided, That in the case of a
variety ofpiant, the date of determination (as defined
in section 41(d) of the Plant Variety Protection Act (7
U.S.c. 2401(d» must also occur during the period of
contract performance.

(f) The term "practical application" means to
manufacture in the case of a composition or product,
to practice in the case of a process or method, or to
operate in the case of a machine or system; and, in
each case, under such conditions as to establish that
the invention is being utilized and that its benefits are
to the extent permitted by law or Government regula
tions available to the public on reasonable terms.

(g) The term "made" when used in relation to
any invention means the conception or first actual
reduction to practice of such invention.

(h) The term "small business firm" means a
small business concern as defined at section 2 of Pub
lic Law 85-536 (15 U.S.C. 632) and implementing
regulations of the Administrator of the Small Busi
ness Administration.

.(i) The term "nonprofit organization" means
universities and other institutions of higher education
or an organization of the type described in section
501(c)(3) of the Internal Revenue Code of 1986 (26
U.S.c. 501(c) and exempt from taxation under sec
tion501(a) of the Internal Revenue Code (26 U.S.C.
501(a» or any nonprofit scientific or educational
organization qualified under a State nonprofit organi
zation statute.

(Added Dec. 12, 1980, Public Law 96:517, sec. 6(a),
94 Stat. 3019.)

(Subsection (d) amended Nov. 8, 1984, Public Law98
620, sec.501(1), 98 Stat. 3364.)

(Subsection (e) amended Nov. 8; 1984, Public Law98
620, sec.501(2), 98 Stat. 3364.)

(Subsection (i) amended Oct. 22, 1986, Public Law99
514,sec.2,100 Stat. 2095.)

35 U.s.C. 202 Disposition of rightS.
(a) Each nonprofit organization or small busi

ness firm may, within a reasonable time after disclo
sure as required by paragraph (c)(1) of this section,
elect to .retain title to any SUbject invention: Provided,
however, That a funding agreement may provide oth
erwise (i) when the contractor is not located in the
United States or does not have a place of business
located in the United States or is subject to the control
of a foreign government, (ii) in exceptional circum
stances when it is determined by the agency that
restriction or elimination of the right to retain title to
any subject invention will better promote the policy
and objectives of this chapter, (iii) when it is deter-
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mined by a Govern~ent futhority which is a~tho?zed

by statute or Executive order to conduct foreign mtel
Iigence or counterintelligence activities that the
restriction or elimination of the right to retain title to
any snbject invention is necessary to protect the secu
rity of such activities, or (iv) when the funding agree
ment includes the operation of a Government-owned,
contractor-operated facility of the Department of
Energy primarily dedicated to that Department's naval
nnclear propulsion or weapons related programs and
all funding agreement limitations under this snbpara
graph on the contractor's right to elect title to a sub
ject invention are limited to inventions occurring
under the above two programs of the Department of
Energy. The rights of the nonprofit organization or
small business firm shall be subject to the provisions
of paragraph (c) of this section and the other provi
sions of this chapter.

(b)(I) The rights of the Government under sub
section (a) shall not be exercised by a Federal agency
unless it first determines that at least one of the condi
tions identified in clauses (i) through (iii) of subsec
tion (a) exists. Except in the case of subsection
(a)(iii), the agency shall file with the Secretary of
Commerce, within thirty days after the award of the
applicable funding agreement, a copy of such deter
mination. In the case of a determination under subsec
tion (a)(ii), the statement shall include an analysis
justifying the determination. In the case of determina
tions applicable to funding agreements with small
business firms, copies shall also be sent to the Chief
Counsel for Advocacy of the Small Business Admin
istration. If the Secretary of Commerce believes that
any individual determination or pattern of determina
tions is contrary to the policies and objectives of this
chapter or otherwise not in conformance with this
chapter, the Secretary shall So advise the head of the
agency concerned and the Administrator of the Office
of Federal Procurement Policy, and recommend cor
rective actions.

(2) Whenever the Administrator of the Office
of Federal Procurement Policy has determined that
one or more Federal agencies are utilizing the author
ity of clause (i) or (ii) of subsection (a) of this section
in a manner that is contrary to the policies and objec
tives of this chapter the Administrator is anthorized to
issue regulations describing classes of situations in

which agencies may not exercise the authorities of
those clauses.

(3) At least once every 5 years, the Comp
troller General shall transmit a report to the Commit
tees on the Judiciary of the Senate and House of
Representatives on the manner in which this chapter
is being implemented by the agencies and on such
other aspects of Government patent policies and prac
tices with respect to federally funded inventions as the
Comptroller General believes appropriate.

(4) If the contractor believes that a determi
nation is contrary to the policies and objectives of this
chapter or constitutes an abuse of discretion by the
agency, the determination shall be subject to the last
paragraph of section 203(2).

(c) Each funding agreement with a small busi
ness firm or nonprofit organization shall contain
appropriate provisions to effectuate the following:

(I) That the contractor disclose each subject
invention to the Federal agency within a reasonable
time after it becomes known to contractor personnel
responsible for the administration of patent matters,
and that the Federal Government may receive title to
any subject invention not disclosed to it within such
time.

(2) That the contractor make a written elec
tion within two years after disclosure to the Federal
agency (or such additional time as may be approved
by the Federal agency) whether the contractor will
retain title to a subject invention: Provided, That in
any case where publication, on sale, or public use, has
initiated the one year statutory period in which valid
patent protection can still be obtained in the United
States, the period for election may be shortened by the
Federal agency to a date that is not more than sixty
days prior to the end of the statutory period: And pro
vided further, That the Federal Government may
receive title to any subject invention in which the con
tractor does not elect to retain rights or fails to elect
rights within such times.

(3) That a contractor electing rights in a sub
ject invention agrees to file a patent application prior
to any statutory bar date that may occur under this
title due to publication, on sale, or public use, and
shall thereafter file corresponding patent applications

I in other countries in which it wishes to retain title
1within reasonable times, and that the Federal Govern

ment may receive title to any subject inventions in the
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United States or other countries in which the contrac
tor has not filed patent applications on the subject
invention within such times.

(4) With respect to any invention in which
the contractor elects rights, the Federal agency shall
have a nonexclusive, nontransferable, irrevocable,
paid-up license to practice or have practiced for or on
behalf of the United States any subject invention
throughout the world: Provided,That the funding
agreement may provide for such additional rights;
including the right to assign or have assigned foreign
patent rights in the subject invention, as are deter
mined by the agency as necessary for meeting the
obligations of the United States under any treaty,
international agreement, arrangement of cooperation,
memorandum of understanding, or similar arrange
ment, including military agreements relating to weap
ons development and production.

(5) The right of the Federal agency to require
periodic reporting on the utilization .or efforts at
obtaining utilization that are being made by. the con
tractor or his licensees or assignees: Provided, That
any such information, as well as anyinformation on
utilization or efforts at obtaining utilization. obtained
as part of a proceeding under section 203 of this chap
ter shall be treated by the Federal agency as commer
cial and financial information obtained from a person
and privileged and confidential and not subject to dis
closure under section 552 of title 5 of the United
States Code.

(6) An obligation on the part of the contrac
tor, in the event a United States patent application is
filed by or on its behalf or by any assiguee of the con
tractor, to include. within the specification of such
application and any patent issuing thereon, a state
ment specifying that the invention was made with
Government support and that the Government has cer
tain rights in the invention.

(7) In the case of a nonprofit organization,
(A) a prohibition upon the assignment of rights to a
subject invention in the United States without the
approval of the Federal agency, except where such
assignment is made to an organization which has as
one of its primary functions the management of
inventions (provided that such assignee shall be sub
ject to the same provisions as the contractor); (B) a I
requirement that the contractor share royalties with
the inventor; (C) except with respect to a funding

agreement for the operation 01 a Government-owned
contractor-operated facility, Ja requirement that the
balance of any royalties or income eamed by the con
tractor with respect to subject inventions, after pay
ment of expenses (including payments to inventors)
incidental to the administration of subject inventions,
be utilized for the support of scientific research, or
education; (D) a requirement that, except where it
proves infeasible after a reasonable inquiry, in the
licensing of subject inventions shall be given to small
business firms; and (E) with respect. to a funding
agreement for the operation of a Government-owned
contractor-operator facility, requirements (i) that after
payment of patenting costs, licensing costs, payments
to inventors, and other expenses incidental to the
administration of subject inventions, 100 percent of
the balance of any royalties or income earned and
retained by the contractor during any fiscal year, up to
an amount equal to 5 percent of the aunual budget of
the facility, shall be used by the contractor for scien
tific research, development, and education consistent
with the research and development mission and objec
tives of the facility, including activities that increase
the licensing potential of other inventions of the facil
ity provided that if said balance exceeds 5 percent of
the annual budget of the facility, that 75 percent of
such excess shall be paid to the Treasury of the United
States and the remaining 25 percent shall be used for
the same purposes as described above in this clause
(D); and (ii) that, to the extent it provides the most
effective technology transfer, the licensing of subject
inventions shall be administered by contractor
employees on location at the facility.

(8) The requirements of sections 203 and 204
of this chapter.

(d) If a contractor does not elect to retain title to
a subject invention in cases subject to this section, the
Federal agency may consider and after consultation
with the contractor grant requests for retention of
rights by the inventor subject to the provisions of this
Act and regulations promulgated hereunder.

(e) In any case when a Federal employee is a
coinventor of any invention made with a nonprofit
organization, a small business firm, or a non-Federal
inventor, the Federal agency employing such coinven
tor may, for the purpose of consolidating rights in the
invention and if it finds that it would expedite the
development of the invention-

August2001 L-46



PATENTLAWS 203

(1) license or assign whatever rights it may
acquire in the subject invention to the nonprofit orga
nization, small business firm, or non-Federal inventor
in accordance with the provisions of this chapter; or

(2) acquire any rights in the subject invention
from the nonprofit organization,small business firm,
or non-Pederal inventor, but only to the extent the
party from whom. the rights are acquired. voluntarily
enters into the transaction and no other transaction
under this chapter is conditioned on such acquisition.

(f)(l) . No funding agreelll~nt \Vith a small busi
ness firm?rnonprofit organization shall contain a
provision allowing a Federal. agency to require the
licensing to third parties of inventions owned by the
contractor thatare. not subject inventions unless such
provision has been approved by thehead of the
agency and a written justification has beensignedby
the head of the agency, Any such provision shall
clearly state whether the licensingmayberequired in
connection with the practice of a subject invcntion..a
specifically identified work object, or both. The head
of the agency may ,not delegate the authorityto.
approve provisions or, sign justifications required by
this paragraph.

(2) A Federal agency shall not require the
licensing of third parties under ally such provision
unless the head of the agency determinesthat the use
ofthe inventionby othersis necessary for the practice
of a subjectinvention or for the use ofa work Object
of the funding •agreementand that' SUCh, action is nee
essary to achieve the prllctical appliclltionof ,the sub
ject invention or work object. Any such determination
shall be on the record after an opportunity for an
agency hearing. Any action coll1ll1enc(Od for judicial
review of such determination shall be brought within
sixty days after notification of such determination.

(Added Dec. 12, 1980, Public Law 96-511, sec. 6(a),
94 Stat. 3020; subsection (b)(4)addedand subsections (a),
(b)(l), (b)(2), (c)(4), (c)(5), and (t)(7) amended Nov: 8,
1984, Public Law 98-620, sec. 501, 98 Stat. 3364; subsec
tion (b)(3) amended Dec. 10, 1991, Pnblic U'lW 102-204,
sec. 10, 105 Stat. 1641; subsection (a) amended Nov. 29,
1999, Public Law 106-113, Sec. 1000(a)(9), 113 Stat.
150IA-583 (S. 1948 sec. 4732(a)(l2»); subsection (e)
amended Nov. 1,2000, PublicLaw 106~404, sec. 6(1), 114
Stat. 1745.)

. 35 U.S.C. 203 March-in rights:

(1) With respect to any subject invention in
which a small business firm Ornonprofit organization
has ,acquired title under this chapter, the Federal
agency under whose funding agreement the sllbject
invention was made shall have the right, in accor
dance with such procedures as are providedin regula
tions promulgated hereunder, to require the
contractor, an assignee, or exclusive licensee ofasub
ject invention to grant a nonexclusive; partially exclu
sive, or exclusive license in any field of use to a
responsible, applicant or applicants, upon terms that
are reasonable under the circumstances, and. if the
contractor, assignee, or exclusive licensee refuses
such request, to grant such a license itself, if the Fed
eralagency determines that such - .

(a) action is necessary because the contractor
or assignee has not-taken, or is not expected to take
within a, reasonable timec.effective steps to achieve
practical application ofthe subject. invention in such
field ofuse;

(b) action is necessary to alleviate health or
safety needs which are not reasonably satisfied by the
contractor, assignee, or theirlicensees;

(c) action is necessary to meetrequirements
for public use "specified by Federal regulations and
such requirll111ents are not reasonably satisfied by the
contractor, assignee;or'licensees;' or

(d) action is necessary because the agreement
required by section 204 has notbeen obtained or
waived or because a licensee of the exclusive right to
use or sell any subject invention in the United States is
in breach of its agreement obtained pursuant to sec
tion 204.

(2) Adeterminationpursuantto this section or
section 202(b)(4) shall not be subject to the Contract
Disputes Act (41 U .S.C. § 601 et seq.). An adminis
trative appeals procedure shall be established by regu
lations promulgated in accordance with section 206.
Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determina
tion under this section may, at any time within sixty
days after the detertl1ination is issued, file a petition in
the United States Court of Federal Claims, which
shall have jurisdiction to determine the appeal on the
record and to affirm, reverse, remand or modify, as
appropriate, the determination of the Federal agency.
In cases described. in paragraphs (a) and (c), the

-------_.-------~- ._---_.
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agency's determination shall be held in abeyance
pending the exhaustion of appeals or petitions filed
under the preceding sentence.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3022; amended Nov. 8, 1984, Public Law 98-620,
sec. 501(9), 98 Stat. 3367; Oct. 29, 1992, Public Law 102
572, sec.902(b)(I), 106Stat 4516.)

35 U.S.C. 204 Preference for United States .lndus
try.

Notwithstanding any other provision of this chap
ter, no small business firm or nonprofit organization
which receives title to any subject invention and no
assignee of any such small business firm or nonprofit
organization shall grant to arty person the exclusive
right to use or sell any subject invention in the United
States unless such person agrees that any products
embodying the.subject invention or produced through
the use of the subject invention will be manufactured
substantially in the United States. However, in indi
vidual cases, the requirement for such an agreement
may be waived by the Federal agency under whose
funding agreement. the invention was made upon a
showing by the small business firm, nonprofit organi
zation, or. assignee that reasonable but unsuccessful
efforts .have been made to grant licenses on similar
terms to potential licensees that would be. likely to
manufacture substantially in the United States Or that
under the circumstances domestic manufacture is not
commercially feasible.

(Added Dec. 12, 1980, Public Law 96-517, See. 6(a),
94 Stat. 3023.)

35 U.s.C. 205 Confidentiality.

Federal agencies are authorized to withhold from
disclosure to the public information disclosing arty
invention in which the Federal Government owns or
may own aright, title, or interest (including a nonex
clusive license) for a reasonable time in order for a
patent application to be filed. Furthermore, Federal
agencies shall not be required to release copies of any
document which is part of an application for patent
filed with the United States Patent and Trademark
Office or with any foreign patent office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3023.)

35 U.s.C. 206 Uniformclauses and regulations.
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The Secretary of Commerce may issue regulations
which may be made applicable to Federal agencies
implementing the provisions of sections 202 through
204 of this chapter and shall establish standard fund
ing agreement provisions required under this chapter.
The regulations' arid the standard funding agreement
shall be subject to public comment before their issu
ance.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3023; amended Nov. 8, 1984, Public Law 98-620,
sec. 501(10), 98 Stat. 3367.)

35 U.S.C. 207 Domestic and foreigu protection of
federally owned inventions.

(a) Each Federal agency is authorized to-
(l) apply for, obtain, and maintain patents or

other forms of protection in the United States and in
foreign countries on inventions in which the Federal
Government owns a right, title, or interest;

(2) grant nonexclusive, exclusive, or partially
exclusive licenses under federally owned inventions,
royalty-free or for royalties or other consideration,
and on such terms and conditions, including the grant
to the licensee of the right of enforcement pursuant to
the provisions of chapter 29 of this title as determined
appropriate in the public interest;

(3) undertake all other suitable and necessary
steps to protect and administer rights to federally
owned inventions on behalf of the Federal Govern
ment either directly or through contract, including
acquiring rights for and administering royalties to the
Federal Government in any invention, but only to the
extent the party from whom the rights are acquired
voluntarily enters into the transaction, to facilitate the
licensing of a federally owned invention; and

(4) transfer custody and administration, in
whole or' in part, to another Federal agency, of the
right, title, or interest in any federally owned inven
tion.

(b) For the purpose of assuring the effective
management. of Government-owned inventions, the
Secretary of Commerce authorized to -
. (1) assist Federal agency efforts to promote
the. licensing and utilization of Government-owned
inventions;

(2) assist Federal agencies in seeking protec
tion and maintaining inventions in foreign countries,
including the payment of fees and costs connected
therewith; and
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(3) consult with and advise Federal agencies
as to areas of science and technology research and
development with potential for commercial utiliza
tion.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3023; amended Nov. 8, 1984, PublicLaw 98-620,
sec. 501(11), 98 Stat. 3367; subsections (a)(2) and (a)(3)
amended Nov. 1,2000, PublicLaw 106-404, sec. 6(2), 114
Stat. 1745.)

35 U.S.C. 208 Regulations governing Federal
licensing.

The Secretary of Commerce is authorized to pro
mulgate regulations specifying the terms and condi
tions upon which any federally owned invention;
other than inventions owned by the Tennessee Valley
Authority, may be liceused on' a nonexclusive, par"
tially exclusive, or exclusive basis.

(Added Dec. 12, 1980, Public Law 96'517, sec 6(a),
94 Stat. 3024; amended Nov. 8, 1984, Public Law 98-620,
sec.501(12), 98 Stat. 3367.)

35 U.s.C. 209 Licensing federally owned inven
tions.

(a) AUTHORITY.-A Federal agency may
grant an exclusive or partially exclusive license' on a
federally owned invention under section 207(a)(2)
only if-

(1) granting the license is a reasonable and
necessary incentive to-

(A) call forth the investme~t capital and
expenditures needed to bring the invention to practi
cal application; or

(B) otherwise promote the invention's uti,
lization by the public;

(2) the Federal agency finds that the public
will be served by the granting of the license, as indi
cated by the applicant's intentions.iplans, and ability
to bringthe invention to practical application or other
wise promote the invention's utilization by the public,
and that the proposed scope of exclusivity is not
greater than reasonably necessary to provide the
incentive for bringing the invention to practical appli
cation, as proposed by the applicant, or otherwise to
promote the invention's utilization by the public;

(3) the applicant makes a commitment to
achieve practical.application of the invention within a
reasonable time, which time may be extended by the
agency upon the applicant's request and the appli-

cant's demonstration that the refusal of such extension
would be unreasonable;

(4) granting the license will not tend to sub
stantially lessen competition or create or maintain a
violation of the Federal antitrust laws; and

(5) in the case of an invention covered by a
foreign patent application or patent, the interests of
the Federal Govermnent or United States industry in
foreign commerce will be enhanced,

(b) MANUFACTURE IN UNITED
STATES.~AFederal agency shall normally grant a
license under section 207(a)(2) to use or sell any fed
erally owned invention in the United States only to a
licensee who agrees that any products embodying the
invention or produced through the use of the inven
tion will be mauufactured substantially in the Uuited
States.

(c) SMALL BUSINESS.-First preference for
the granting of any exclusive or partially exclusive
licenses uuder section 207(a)(2) shall be given to
small busiuess firms having equal or greater likeli
hood as other applicants to bring· the iuveutiou to
practicalapplicatiou within a reasonable time.

(d) TERMS AND CONDITIONS.__Any
licenses granted uuder section 207(a)(2) shall coutaiu
such terms aud couditious as the grantiug agency con
siders appropriate, and shall include provisions-

(1) retaiuiug a nontransferrable, irrevocable,
paid-up license for any Federal agency to practice the
invention or have the iuvention practiced throughout
the world by or on behalf of the Governmeut of the
Uuited States;

(2) requiring periodic reporting on utilization
of the invention, and utilization efforts, by the lic
ensee, but only to the extent.necessary to enable the
Federal agency to determine whether the terms ofthe
license are being complied with, except that any such
report shall be treated by the Federal agency as com
mercial and financial information obtained from a
person and privileged and confidential and not subject
to disclosure under section 552 of title 5 of the United
States Code; and

(3) empowering the Federal ageucy to termi
nate the license in whole or in part if the agency deter
mines that-

(A) the licensee is not executing its com
mitment to achieve practical application of the inven
tion, includiug commitmeuts coutained in any plan
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submitted in support of its request for a license, and
the licensee cannot otherwise demonstrate to the satis
faction of the Federal agency that it has taken, or can
be expected to take within a reasonable time, effective
steps to achieve practical application of the invention;

(B)· the licensee is in breach of an agree
ment described in subsection (b);

(C) termination is necessary to meet
requirements for public use specified by Federalregu
lations issued after the date of the license, and such
requirements are not reasonably. satisfied by thelie
ensee; or

(D) the licensee has been found by a court
of competent jurisdiction to have violated the Federal
antitrust laws in connection with its performance
under the license agreement.

(e) PUBLIC NOTICE.-No exclusive or par'
tially exclusive license may be granted under section
207(a)(2) unless public notice of the intention to grant
an exclusive or partially exclnsive license on a feder
ally owned invention has been provided in an appro
priate manner at least 15 days before the license is
granted, and the Federal agency has considered all
comments received before the end of the comment
period in Tesponse to thatpublic notice. This subsec
tion shall not apply to the licensing of inventions
made under a cooperative research and development
agreement entered into under section 12 of the
Stevenson-Wydler Technology Innovation Act of
1980 (15 U.S.C. 371Oa).

(f) PLAN.~No Federal agency shall grant any
license under a patent or patent application on a feder
ally owned invention unless the person requesting the
license has supplied the agency with a plan for devel
opment or marketing of the invention, except that any
such plan shall be treated by the Federal agency as
commercial and financial information obtained from a
person and privileged and confidential and not subject
to disclosure under section 552 of title 5 of the United
States Code.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3024; amended Nov. 1,2000, Public Law 106-404,
sec. 4,114 Stat. 1743.)

35 U.S.C. 210 Precedence of chapter.

(a) This chapter shall take precedence over any
other Act which would require a disposition of rights
in subject inventions of small business firms or non-
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profit organizations contractors in a manner that is
inconsistent with this chapter, including but not neces
sarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935,
as added by title I of the Act of August14, 1946 (7
U.S.c. 427i(a); 60 Stat. 1085);

(2) section 205(a) of the Act of August 14,
1946 (7 U.S.C.1624(a); 60 Stat. 1090);

(3) section 501(c) of the Federal Mine Safety
and Health Act of 1977 (30 U.S.c. 951(c); 83 Stat.
742);

(4) section 30168(e) of title 49;
(5) section 12 of the National Science Foun

dation Act of 1950 (42 U.S.c. 1871(a); 82 Stat. 360);
(6) section 152 of the Atomic Energy Act of

1954 (42 U.S.C. 2182; 68 Stat. 943);
(7) section 305 of the National Aeronautics

and Space Act of 1958 (42 U.S.C. 2457);
(8) section 6 of the Coal Research Develop

ment Act of 1960 (30 U.S.C. 666; 74 Stat. 337);
(9) section 4 of the Helium Act Amendments

of 1960 (50 U.S.C. 1676; 74 Stat. 920);
(10) section 32 of the Arms Control and Disar

mament Act of 1961 (22 U.S.C. 2572; 75 Stat. 634);
(11) section 9 of the Federal Nonnuclear

Energy Research and Development Act of 1974 (42
U.S.C. 5901; 88 Stat. 1878);

(12) section 5(d) of the Consumer Product
Safety Act (15 U.S.C. 2054(d); 86 Stat. 1211);

(13) section 3 of the Act of April 5, 1944 (30
U.S.c. 323; 58 Stat. 191);

(14) section 8001(c)(3) of the Solid Waste
Disposal Act (42 U.S.c. 6981(c); 90 Stat. 2829);

(15) section 219 of the Foreign Assistance Act
of 1961 (22 U.S.C. 2179; 83 Stat. 806);

(16) section 427(b) of the Federal Mine Health
and Safety Act of 1977 (30 U.S.c. 937(b); 86 Stat.
155);

(17) section 306(d) of the Surface Mining and
Reclamation Act of 1977(30 U.S.C. 1226(d); 91 Stat.
455);

(18) section 21(d) of the Federal Fire Preven
tion and Control Act of 1974 (15 U.S.C. 2218(d); 88
Stat. 1548);

(19) section 6(b) of the Solar Photovoltaic
Energy Research Development and Demonstration
Act of 1978 (42 U.S.C. 5585(b); 92 Stat. 2516);
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(20) section 12 of the Native LatexCommer
cialization and Economic Development Act of 1978
(7 U.S.C. 1780); 92 Stat. 2533); and

(21) section 408 of the Water. Resources and
Development Act of 1978 (42 U.S.c. 7879;92 Stat.
1360).

The Act creating this chapter shill be con
strued to take precedence over any 'future Act unless
that Act specifically cites this Act and provides that it
shall take precedence over this Act. :

(b) Nothing in this chapter is! intended to alter
the effect of the laws cited in paragraph (a) of this sec
tion or any other laws with respect to the disposition
of rights iu inventions made in the performance of
funding agreements with persons other than nonprofit
organizations or small business firms.

(c) Nothing in this chapter is intended to limit
the authority of agencies to agree to the disposition of
rights in inventions made in the performance ofwork
under funding>agreements with persons other than
nonprofit organizations or small business firms in
accordance with the Statement of Govermnent Patent
Policy issued on February 18, 198~,agency .regula
ti0tls, or other ~pplica1Jle regulati0tls or to. otherwise
limitthe authority ofagencies to allow ~nchpersons
to retain ownershipof inventions, except that all fund
ing agreements, including those with other. than small
business. firms .;. and nonprofit organizations, shall
include the. requirements established. in paragraph
202(c)(4) and section20Jof thistitle, Any disposition
of rights in inventions made in. accordance with' the
Statement or implementing regulations, itlcll1ding atty
disposition occurring before enactment of this section,
are hereby authorized.

(d) Nothing in this chapter shill be construed to
require the disclosure of intelligence sOllrces ormeth
ods or.to otherwise affect the authority granted to the
Director ofCentral Intelligence bystatute or Execu
tive order for the protection of intelligence sources or
methods.

(e) The provisions of the Stevenson-Wydler
Technology Innovation Act of 1980 shall takeprece
dence over the provisions of this chapter to the extent
that they permit or require a disposition of rights in
subject inventions which is inconsistent with this
chapter.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3026.)

(Subsection (c) amended Nov. 8, 1984,PublicLaw 98
620, sec.501(13), 98 Stat.3367.)

(Subsection (e) added Oct. 20, 1986, Pnblic Law 99
502,Sec. 9(c), 100Stat. 1796.)

(Subsection (a)(4) amended July 5, 1994, Public Law
103-272, sec.5(j), 108Stat. 1375.)

(Subsection (e) amended Mar. 7, 1996, Public Law
104-113, sec.7,110 Stat. 779.)

(Subsection (a) amended Nov. 13, 1998, Public Law
105-393, sec. 220(c)(2); 112Stat. 3625.)

35 U.S.C. 211 Relationship to antitrust laws.
Nothing in this chapter shall be deemed to convey

to any person immunity fr0Dl civil or criminal liabil
ity, or to create any defenses to actions, under any
antitrust law.

(Added Dec.12, 1980, PublicLaw 96-517, sec:6(a),94
Stat. 3027.)

35 U.S.C. 212 Disposition ofrights in edncational
awards.

No scholarship, fellowship, training grant, or other
funding agreement made by a Federal agency prima
rily to an awardee for educational purposes will con
tain any provision giving the Federal agency any
rights to inventions made by the awardee.

(Added Nov. 8, 1984, Public Law 98-620, sec.
501(14),98 Stat. 3368.)

PART III- PATENTSAND
PROTECTION OF PATENT RIGHTS

CHAPTER 25 - AMENDMENT AND
CORRECTION OF PATENTS

Sec.
251 ~eissue ofdefective patents.
252 Effect of reissue.
253 Disclainier.
254 Certificate of correction of Patent and Trade

mark Office mistake.
255 Settificateof correction of applicant's mistake.
256 Correction of named inventor.

35 U.S.C. 251 Reissue of defective patents.
Whenever any patent is, through error without any

deceptive intention, deemed wholly or partly inopera
tive or invalid, by reason of a defective specification
or drawing, or byreason of the patentee claiming
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more or less then he had a right to claim in the patent,
the Director shall, on the surrender of such patent and
the payment of the fee required by law, reissue. the
patent for the invention disclosed in the original
patent, and in accordance with a new and amended
application, for the unexpired part of the term of the
original patent. No new matter shall be introduced
into the application for reissue.

The Director may issue several reissued patents for
distinct and separate parts of the thing patented, upon
demand of the applicant, and upon payment of the
required fee for a reissue for each of such reissued
patents.

The provisions of this title relating to applications
for patent shall be applicable to applications for reis
sue of a patent, except that application for reissue may
be made and sworn to by the assignee of the entire
interest if the application does Ilotseek to enlarge the
scope of the claims of the original patent.

No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless
applied for within two years from the grant of the
original patent.

(Amended Nov. 29, 1999,Public Law 106~113, sec.
1000(a)(9), 113 Stat. 1501A"582 (S. 1948 sec.
4732(a)(1O)(A».)

35 U.S.C. 252 Effect of reissue.
The surrender of the original patent shall take effect

upon the issue of the reissued patent, and every reis
sued patent shall have the same effect and operation in
law, on the trial of actions for causes thereafter aris
ing, as if the same had been originally granted in such
amended form, but in so far as the claims of the origi
nal and reissued patents are substantially identical,
such surrender shall not affect any action then pend
ing nor abate any cause of action then existing, and
the reissued patent, to the extent that its claims are
substantially identical with the original patent, shall
constitute a continuation thereof and have effect con
tinuously from the date of the original patent.

A reissued patent shall not abridge or affect the
right of any person or that person's successors in busi
ness who, prior to the grant of a reissue, made, pur
chased, offered to sell, or used within the United
States, or imported into the United States, anything
patented by the reissued patent, to continue the use of,
to offer to sell, or to sell to others to be used, offered
for sale, or sold, the specific thing so made, pur-
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chased, offered for sale, used, or imported unless the
making, using, offering for sale, or selling of such
thing infringes a valid claim of the reissued patent
which was in the original patent. The court before
which such matter is in question may provide for the
continued manufacture, use, offer for sale, or sale of
the thing made, purchased, offered for sale, used, or
imported as specified, or for the manufacture, use,
offer for sale, or sale in the United States of which
substantial preparation was made before the grant of
the reissue, and the court may also provide for the
continued practice of any process patented by the reis
sue that is practiced, or for the practice of which sub
stantial preparation was made, before the grant of the
reissue, to the extent and under such terms as the court
deems equitable for the protection of investments
made or business commenced before the grant of the
reissue.

(Amended Dec. 8, 1994, Public Law 103-465, sec.
533(b)(2), 108Stat. 4989; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-56(j (S. 1948 sec.
4507(8».)

35 U$.C. 253 Disclaimer.
Whenever, without any deceptive intention, a claim

of a patent is invalid the remaining claims shall not
thereby be rendered invalid. A patentee, whether of
the whole or any sectional interest therein, may, on
payment of the fee required by law, make disclaimer
of any complete claim, stating therein the extent of his
interest in such patent. Such disclaimer shall be in
writing and recorded in the Patent and Trademark
Office, and it shall thereafter be considered as part of
the original patent to the extent of the interest pos
sessed by the disclaimant and by those claiming under
him.

In like manner any patentee or applicant may dis
claim or dedicate to the public the entire term, or any
terminal part of the term, of the patent granted or to be
granted.

(Amended Jan. 2, 1975, Public Law93-596, sec. 1, 88
Stat. 1949.)

35 U.S.C. 254 Certificate of correction of Patent
and Trademark Office mistake.

Whenever a mistake in a patent, incurred through
the fault of the Patent and Trademark Office, is clearly
disclosed by the records of the Office, the Director
may issue a certificate of correction stating the fact
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and nature of such mistake, under seal, without
charge, to be recorded in the records of patents. A
printed copy thereof shall be attached to each printed
copy of the patent, and such certificate shall be con
sidered as part of the original patent. Every such
patent, together with such certificate, shall have the
same effect and operation in law on the trial of actions
for causes thereafter arising .as if the same had b'Tn
originally issued in such corrected form. The Director
mayissue a corrected patent without charge inlieu of
and with like effect as a certificate of correction.

(Amended Jan. 2, 1975iPublic Law 93'596,s"c. 1,
88 Stat. 1949; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 >sec.
4732(a)(l0)(A)).)

35 U.S.C. 255 Certificate of correction of appli
cant's mistake.

Whenever a mistake of a clerical or typographical
nature, or of minor character, which WaS, not the fault
of the Patent and Trademark Office, appears in a
patent and a showing has been made that such mistake
occurred in good faith, the Director may, upon pay
m"fntof the required fee, issue a certificate of correc
tion, if the correction does not involve such changes
in the patent as would constitute new matter or would
require reexamination. Such patent, together with the
certificate, shall have the same effect andoperation in
law on the trial of actions for causes thereafter arising
as if the same had been originally issued in such cor
rected form.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1,
88 Stat. 1949; Nov. 29, 1999, Public Law 106'113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(l0)(A)).)

35 U.S.C. 256 Correction of named inventor.

Whenever through error a person is. named in an
issued patent as the inventor, or through error. an
inventor is not .named in an issued patent and such
error arose without any deceptive intention on his
part, the Director may, onapplication of all the parti"fs.
and assignees, with proof of the facts and such other
requirements as may be imposed, issue a certificate
correcting such.error,

The error of omitting inventors or naming persons
who are not inventors shall not invalidate the patent in
which such error occurred if it can be corrected as

provided in this section. The court before which such
matter is called in question may order correction of
the patent on notice and hearing of all parties con
cemedand the Director shall issue a certificate
accordingly.

(Amended Aug. 27, 1982, Public Law 97-247, sec:
6(b), 96 Stat. 320;Nov. 29, 1999,Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(l0)(A)).)

CHAPTER 26 - OWNERSHIP AND
ASSIGNMENT

Sec.
261 Ownership; assignment.
262 Joint owners.

35 U.S.c. 261 Ownership; assignment.
Subject to the provisions of this title, patents shall

have the attributes of personal property.
Applications for patent, patents, or any interest

therein, shall be assignable in law by an instrument in
writing. The applicant, patentee, or his assigns or
legal representatives -may in like manner grant and
convey an exclusive right under his application for
patent, or patents, to the whole or any specified part of
the Uuited States.

A certificate of acknowledgment under the hand
and official seal of a person authorized to administer
oaths within the Uuited States, or, in a foreign coun
try, of a diplomatic or consular officer of the United
States or an officer authorized to administer oaths
whose authority is proved by a certificate of a diplo
matic or consular officer of the United States, or apos
tille of an official designated by a foreign country
which, by treaty or convention, accords like effect to
apostilles Ofdesignated officials in the Uuited States,
shall be prima facie evidence of the execution of an
assignment, grant, or conveyance of a patent or appli
cation for patent.

An assignment, grant, or conveyance shall be void
as against any subsequent purchaser or mortgagee for
a valuable consideration, without notice, unless it is
recorded in the Patent and Trademark Office within
three months from its date or prior to the date of such
subsequent purchase or mortgage.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1,
88 Stat. 1949; Aug. 27, 1982, Public Law 97-247, sec.
14(b),96 Stat. 321.)
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35 U.S.C. 262 Joint owners.
In the absence of any agreement to the contrary,

each of the joint owners of a patent may make, use,
offer to sell, or sell the patented invention within the
United States, or import the patented invention into
the United States, without the consent of and without
accounting to the other owners.

(Amended Dec. 8, 1994, Public Law 103-465, sec.
533(b)(3), 108 Stat. 4989.)

CHAPTER 27 - GOVERNMENT
INTERESTS IN PATENTS

Sec.
266 [Repealed.]
267 Time for taking action in Government applica

tions.

35 U.S.C. 266 [Repealed.]

(Repealed July 24, 1965, Public Law 89-83; sec. 8, 79
Stat. 261.)

35 U.S.C. 267 Time for taking action in Govern
ment applications.

Notwithstanding the provisions of sections 133 and
151 of this title, the Director may extend the timefor
taking any action to three years, when an application
has become the property of the United States and the
head of the appropriate department or agency of the
Government has certified to the Director that the
invention disclosed therein is important to the arma
ment or defense of the United States.

(Amended Nov. 29, 1999, Public Law 106"113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(lO)(A)).)

CHAPTER 28~ INFRINGEMENT
OF PATENTS

Sec.
271 Infringement of patent.
272 Temporary presence in the United States.
273 Defense to infringement based on earlier inven

tor.

35 U.s.C. 271 Infringement of patent.
(a) Except as otherwise provided in this title,

whoever without authority makes, uses, offers to sell,
or sells any patented invention, within the United
States, or imports into the United States any patented
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invention during the term of the patent therefor,
infringes the patent.

(b) Whoever actively induces infringement of a
patent shall be liable as an infringer.

(c) Whoever offers to sell or sells within the
United States or imports into the United States a com
ponent of a patented machine, manufacture, combina
tion, or composition, or a material or apparatus for use
in practicing a patented process, constituting a mate
rial part of the invention, knowing the same to be
especially made or especially adapted for use in an
infringement of such patent, and not a staple article or
commodity of commerce suitable for substantial non
infringing use, shall be liable as a contributory
infringer.

(d) No patent owner otherwise entitled to relief
for infringement or contributory infringement of a
patent shall be denied relief or deemed guilty of mis
use or illegal extension ofthe patent right by reason of
his having done one or more of the following: (1)
derived revenue from acts which if performed by
another without his consent would constitute contrib
utory infringement of the patent; (2) licensed or
authorized another to perform acts which if performed
without his consent would constitute contributory
infringement of the patent; (3) sought to enforce his
patent rights against infringement or contributory
infringement; (4) refused to license or use any rights
to the patent; or (5) conditioned the license of any
rights to the patent or the sale of the patented product
on the acquisition of a license to rights in another
patent or purchase of a separate product, unless, in
view of the circumstances, the patent owner has mar
ket power ill the relevant market for the patent or pat
ented product on which the license or sale is
conditioned.

(e)(1) It shall not be an act of infringement to
make, use, offer to sell, or sell within the United
States or import into the' United States a patented
invention (other than a new animal drug or veterinary
biological product (as those terms are used in the Fed"
eral Food, Drug, and Cosmetic Act and the Act of
March 4, 1913) which is primarily manufactured
using recombinant DNA, recombinant RNA, hybri
doma technology, or other processes involving site
specific genetic manipulation techniques) solely for
uses reasonably related to the development and sub
mission of information under a Federal law which
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regulates the manufacture, use, or sale of drugs or vet
erinary biological products.

(2) It shall be an act of infringement to sub
mit-

(A) an application under section 505U) of
the Federal Food, Drug, and Cosmetic Act or
described in section 505(b)(2)ofsnch Act for a drug
claimed in a patent or the use of which is claimed in a
patent, or

(B) an application under section 512 of
such Act or under the Act of March 4, 1913 (21
U.S.C. 151 - 158) for a drug or veterinary biological
product which is not primarily manufactured using
recombinant DNA, recombinant RNA,hybridoma
technology, or other processes involving site specific
genetic manipulation techniques and which is claimed
in a patent or the use of which is claimed in a patent, if
the purpose of such submission is to obtain approval
under such Act to engage iii the commercial manufac
ture, USe, or sale of a drug or veterinary biological
product claimed ina patent or the use of which is
claimed in a patent before the expiration of such
patent.

(3) III any action for patent infringement
brought under this section, no injunctive or other
relief maybe granted which would prohibit the mak
ing, using, offering to sell, or selling within the United
States or importing into the United States of a pat
ented invention under paragraph (1).

(4) For an act of infringement described in
paragraph (2)-

(A) the court shall order the effective date
of any approval of the drug or veterinary biological
product involved in the infringement to be a date
whichis not earlier than the date of the expiration of
the patent which has been infringed,

(B) injunctive relief may be granted
against an infringer to prevent the commercial manu'
facture, use, offer to sell, or sale within the United
States or importation into the United States of an
approved drug or veterinary biological.product, and

(C)damages or other monetary relief may
be awarded against an infringer only if there has been
commercial manufacture, use, offer to sell, or sale
within the United States or importation into the
United States of an approved drug or veterinary bio
logical product.

The remedies prescribed by subparagraphs
(A), (B), and (C) are the only remedies which may be
granted .by a court for an act of infringement
described in paragraph (2), except that a court may
award attorney fees under section285.

(£)(1) Whoever without authority supplies or
causes to be supplied in or from the United States ali
or a substantial portion of the components of a pat
entedinvention, where such components are uncom
bined in whole or in part, in such manner as to
actively induce the combination of such components
outside of the United States in a manner that would
infringe the patent if such combination occurred
within the United States, shall be liable as an
infringer.

(2) Whoever without authority supplies or
causes to be supplied in or from the United States any
component of a patented invention that is especially
made or especially adapted for use in, the invention
and not a staple article or commodity of commerce
suitable for substantial~oninfringing use, where such
component is uncombined in whole or in part, know
ing that such component is so made or adapted and
intending that such component will be combined out
side of the United States in a manner that would
infringe the patent if such combination occurred
within the United States, shall be liable as an
infringer.

(g) Whoever without authority imports into the
United States or offers to sell, sells, or uses within the
United States a product which is made by a process
patented in the United States shall be liable asan
infringer, if the importation, offer to sell, sale, or use
of the product occurs during the term of such process
patent. In an action for infringement of a process
patent, no remedy may be granted for infringement on
account of the noncommercial use or retail sale of a
product unless there is no adequate remedy under this
title for infringement on account of the importation or
other use, offer to, sell, or sale of that product. A prod
uct which is made by a patented process will, for pur
poses of this title, not be considered to be so made
after-

(1) it is materially changed by subsequent
processes; or

(2) it becomes a trivial and nonessential com
ponent of another product.
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(h) As used in this section,the term "whoever"
includes any State, any instrumentality of a State, any
officer or employee of a State or instrumentality of a
State acting in his official capacity. Any State, and
any such instrumentality, officer, or employee, shall
be subject to the provisions of this title in the same
manner and to the same extent as any nongovernmen
tal entity.

(i) As used in this section, an "offer for sale" or
an "offer to sell" by a person other than the patentee
or any assignee of the patentee, is that in which the
sale will occur before the expiration of the term of the
patent.

(Subsection (e) added Sept. 24, 1984, Public Law 98
417, sec. 202, 98 Stat. 1603.)

(Subsection (f) added Nov. 8, 1984, Public Law 98
622, sec. 101(a), 98 Stat. 3383.)

(Subsection (g) added Aug. 23, 1988, PublicLaw 100
418, sec. 9003, 102Stat. 1564.)

(Subsection (e) amended Nov. 16, 1988, Public Law
100-670, sec. 201(i), 102Stat. 3988.)

(Subsection (d) amended Nov, 19, 1988, Public Law
100-703, Bee. 201,102 Stat. 4676.)

(Subsection (h) added Oct. 28, 1992, Public Law 102
560, sec. 2(a)(I), 106Stat. 4230.)

(Subsections (a), (c), (e), and (g) amended Dec. 8,
1994, PublicLaw 103-465, sec. 533(a), 108Stat. 4988.)

(Subsection (i) added Dec. 8, 1994, Public Law 103
465, Bee. 533(a), 108Stat. 4988.)

35 U.s.C. 272 Temporary presence in the United
States.

The use of any invention in any vessel, aircraft or
vehicle of any country which affords similar privi
leges to vessels, aircraft, or vehicles of the United
States, entering the United States temporarily or acci
dentally, shall not constitute infringement of any
patent, if the invention is used exclusively for the
needs of the vessel, aircraft, or vehicle and is not
offered for sale or sold in or used for the manufacture
of anything to be sold in or exported from the United
States.

(Amended Dec. 8, 1994, Public Law 103-465, sec.
533(b)(4), 108Stat. 4989.)
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35 U.S.C. 273 Defense to infringement based on
earlier inventor.

(a) DEFINITIONS.- For purposes of this sec
tion-

(1) the terms "commercially used" and
"commercial use" mean use of a method in the United
States, so long as such use is in cormection with an
internal commercial use or an actualarm's-length sale
or other arm's-length commercial transfer of a useful
end result, whether or not the subject matter at issue is
accessible to or otherwise known to the public, except
that the subject matter for.which commercial market
ing or use is subject to a premarketing regulatory
review period during which the safety or efficacy of
the subject matter is established, including any period
specified in section 156(g), shall be deemed "com
mercially used" and in "commercial use." during such
regulatory review period;

(2) in the case of activities performed by a
nonprofit research laboratory, or nonprofit entity such
as a university, research center, or hospital, a use for
which the public is the intended beneficiary shall be
considered to be a use described in paragraph (1),
except that the use-

(A) may be asserted as a defense under this
section only for continued use by and in .the .labora
tory or nonprofit entity; and

(B) may not be asserted as a defense with
respect to any subsequent commercialization or use
outside such laboratory or nonprofit entity;

(3) the term "method" means a method of
doing or conducting business; and

(4) the "effective filing date" of a patent is
the earlier of the actual filing date of the application
for the patent or the filing date of any earlier United
States, foreign, or international application to which
the subject matter at issue is entitled under section
119, 120, or 365 of this title.

(b) DEFENSE TO lNFRINGEMENT.-

(1) IN GENERAL.- It shall be a defense to
an action for infringement under section 271 of this
title with respect to any subject matter that would oth
erwise infringe one or more claims for a method in the
patent being asserted against a person, if such person
had, acting in good faith, actually reduced the subject
matter to practice at least 1 year before the effective
filing date of such patent, and commercially used the
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subject matterbefore the effective filing date of such
patent

(2) EXHAUSTION OF RIGHT.---'The sale
or other disposition-of a useful end product produced
by a patented method, by a person entitled to assert a
defense nnder this section with respect to that useful
end result shall exhaust the patent owner's rights
under the patent to the extent such rights would have
been exhausted had such sale or other disposition
been made by the patent owner.

(3) LIMITATIONS AND QUALIFICA,
TIONS OF DEFENSE.- The defense toInfringe
ment under this sectionis subject to the following:

(A). PATENT.- A person-may not assert
the defense under this section unleSs the invention for
which the defense is asserted is for a method.

(B) DERIVATION.- A person may not
assert the defense under this section if the subject
matter on which the defense is based was derived
from the patentee or persons in privity with the paten
tee.

(C) NOT A GENERAL LICENSE.~The

defense.asserted by a person nnder this section is riot a
general license under all claims of the patent at issue,
bnt extends only to the specific subject matter Claimed
in the patent with respect to which the person can
assert a defense under this chapter, except that the
defense. shall also extend to variations in the quantity
or volume of use of the claimed subject mattcr.and to
improvements in the claimed subject matter that do
not infringe additional specifically claimed subject
matter of the patent

(4) BURDEN OF PROOF.~ A person
asserting the defense under this section shall have the
burden of establishing the defense by clear and con
vincing evidence.

(5) ABANDONMENT OF USB.-A person
who has abandoned commercial-use of subjectmatter
may not rely on activities performed before ·the date
of such abandomnent in establishing a defense under
this section with respect to actions taken after the date
ofsuch abandonment

(6) PERSONAL DEFENSE."'- The defense
under this section maybe asserted only by the person
who performed the acts necessary to establish the
defense and; except for any transfer to the patent
owner, the right to assert the defense shall not be
licensed or assigned or transferred to. another person

exceptas an ancillary and subordinate part of a good
faith assigmnent or transfer for other reasons of the
entire enterprise or line of business to which the
defense relates.

(7) LIMITATION ON SITES.- A defense
under this section, when acquired as part of a good
faith assigmnent or transfer of an entire enterprise or
line of business to which the defense relates, may only
be asserted for uses at sites where the subject matter
that would otherwise infringe one or more of the
claims is in use before the later of the effective filing
date of the patent or the date of the assignment or
transfer of such enterprise or line of business.

(8) UNSUCCESSFUL ASSERTION OF
DEFENSE.- If the defense under this section is
pleaded by a person who is found to infringe the
patent and who subsequently fails to demonstrate a
reasonable basis for asserting the defense, the court
shallfind the case exceptional for the. purpose' of
awarding attorney fees under section 285 of this title.

(9) INVALIDITY.- A patent shall not be
deemed to be invalid under section 102 or 103 of this
title solely because a defense is raised or established
under this section.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat 1501A-555 (S. 1948 sec.4302).)

CHAPTER 29 - REMEDIES FOR
INFRINGEMENT OF PATENT, AND OTHER

ACTIONS

Sec.
281 Remedy for infringement ofpatent
282 Presumption of validity; defenses.
283 Injunction.
284 Damages.
285 Attorney fees.
286 Time limitation on damages.
287 Limitation on damages and other remedies;

marking and notice.
288 Action for infringement of a patent containing

an invalid claim.
289 Additional remedy for infringement of design

patent
290 Notice ofpatent suits.
291 Iriterfering patents.
292 False marking.
293 Nonresident patentee; service and notice.
294 Voluntary arbitration.
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United States district court having jurisdiction of the
parties.

Nothing in this section shall prevent, lessen, or
impeach any other remedy which an owner of an
infringed patent has under the provisions of this title,
but he shall not twice recover the profit made from the
infringement.

35 U.S.C. 290 Notice of patent suits,
The clerks of the courts of the United States, within

one month after the filing of an action under this title,
shall give notice thereof in writing to the Director, set
ting forth so far as known the names and addresses of
the parties, name of the inventor, and the designating
number of the patent upon which the action has been
brought. If any other patent is subsequently inclnded
in the action he shall give like notice thereof. Within
one month after the decision is rendered or a judg
ment issned the clerk of the court shall give notice
thereof to the Director. The Director shall, on receipt
of such notices, enter the same in the file of such
patent.

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(1O)(A».)

35 U.S.C. 291 Interfering patents.
The owner of an interfering patent may have relief

agaillst the owner of another by civil action, and the
court may adjudge the question of validity of any of
the interfering patents, in whole or in part. The provi
sions of the second paragraph of section 146 ofthis
titleshall apply to actions brought under this section.

35 U.S.C. 292 False marking.
(a) Whoever, without the consent of the paten

tee, marks upon, or affixes to, or uses in advertising in
connection with anything made, used, offered for sale,
or sold by same person within the United States, or
imported by the person into the United States, the
name or any imitation of the name of the patentee, the
patent number, or the words ."patent," "patentee," or
the like, with the intent of counterfeiting or imitating
the mark of the patentee, or of deceiving the public
and inducing them to believe that the thing was made,
offered for sale, sold, or imported into-the United
States by or with the consent of the patentee; or

Whoever marks upon, or affixes to, or uses in
advertising in connection with any unpatented article
the word "patent" or any word or number importing
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the same is patented, for the purpose of deceiving the
public; or

Whoever marks upon, or affixes to, or uses in
advertising in connection with any article the words
"patent applied for," "patent pending," or any word
importing that an application for patent has been
made, when no application for patent has been made,
or if made, is not pending, for the purpose ofdeceiv
ing the public -

Shall be fined not more than $500 for every
such offense.

(b) Any person may sue for the penalty,in
which event one-half shall go to the person suing and
the other to the use of theUnited States.

(Subsection (a) amended Dec. 8, 1994, Public Law
103-465, sec. 533(b)(6), 108Stat.4990.)

35 U.S.C. 293 Nonresident patentee; service and
notice.

Every patentee not residing in the United States
may file in the Patent and Trademark Office a written
designation stating the name and address of a person
residing within the United States on whom may be
served process or notice of proceedings affecting the
patent or rights thereunder. If the person designated
cannot be found at the address given ill the last desig
nation, or if no person has been designated, the United
States District Court for the District of Columbia shall
have jurisdiction and summons shall be served by
publication or otherwise as the court directs. The
court shall have the same jurisdiction to take any
action respecting the patent or rights thereunder that it
would have if the patentee were personally within the
jurisdiction of the court.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1,
88 Stat. 1949.)

35 U.S.C. 294 Voluntary arbitration.
(a) A contract involving a patent or any right

under a patent may contain a provision requiring arbi
tration of any dispute relating to patent validity or
infringement arising under the contract. In the
absence of such a provision, the parties to an existing
patent validity Or infringement dispute may agree in
writing to settle such dispute by arbitration. Any such
provision or agreement shall be valid, irrevocable, and
enforceable, except for any grounds that exist at law
or in equity for revocation of a contract.
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(b) Arbitration of such disputes, awards by
arbitrators, and confirmation of awards shall be gov
erned bytitlev, United States Code, to the extent such
title is not inconsistent with this section. In any such
arbitration proceeding, the defenses provided for
under section 282 of this title shall be considered by
the arbitrator if raised by any party to the proceeding;

(c) An award by an arbitrator shall be final and
binding between the parties to the arbitration but shall
have no,force or effect on any other person. The par
ties to an arbitration may agree that in the event a
patent which is the subject matter of anaward is sub
sequently determined to be invalid or nnenforceable
in a judgment rendered by a court to competent juris
diction from which no appeal can or has been taken,
such award may be modified by any court of compe
tent jurisdiction upon application by any party to the
arbitration. Any such modification shall govern the
rights and obligations between such parties from the
date ofsuch modification •.

(d) When an award is made by an arbitrator, the
patentee, his assignee or licensee shall give notice
thereof in writing to the Director, There shall be a sep
arate notice prepared for each patent involved insuch
proceeding. Such notice shall set forth the names and
addresses of the parties, tile name of the.inventor, and
the name ofthe patent owner, shall designate the num
ber of the patent, and shall contain a copy of the
award. If an award is modified by a court.. the party
requesting such modification shall give notice of such
mocli:fication to the Director. The Director shall, upon
receipt of either.notice, enter the same in the record of
the prosecution of such patent. If the required notice is
not filed with the Director, any party to the proceeding
may provide such notice to the Director.

(e) The award shall be unenforceable until the
notice required by subsection (d) is received by the
Director.

(Added Aug. 27, 1982, Public Law 97-247, sec.
17(b)(l),96 Stat. 322; amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948
see..4732(a)(IO)(A».)

35 U.S.C. 295 Presumption: Product made by pat
ented process,

In actions alleging infringement of a process patent
based on the importation, sale, offered for sale, or use
of a product which is made from a process patented in
the United States, if the court finds-i--

(I) that a substantialIikelihood exists that the
product was made by the patented process, and

(2) that the plaintiff has made a reasonable
effort to determine the process actually used in the
production of the product and was unable so to deter
mine, the productshall be presumed to have been so
made, ·and the butden of establishing that the product
was not made by the process shall be on the party
asserting that it was not so made.

(Added Aug. 23, 1988, Public Law 100-418, sec.
9005(3),102Stal.l566; amended Dec. 8, 1994, Public Law
103~465; see;S33(b)(7), 108 Stat. 4990.)

35.U.S.C.296 Liability of States, instrumentalities
of States, and State officials for
infringement of patents.

(a) IN GENERAL. - AnyState, any instrumen
tality of a State, and any officer or employee of a State
or instrumentality of a State, acting in his official
capacity, shall not be immune, under the eleventh
amendment of the Constitution of the United States or
under any other doctrine of sovereign immunity, from
suit in Federal court by any person, including any
governmental or nongovernmental entity, for infringe
ment of a patent under section 271, or for any other
violation under this title.

(b) REMEDIES. ~ In a suit described in subsec
tion (a) for a violation described in that subsection,
remedies (including remedies both at law and in
equity) are available for the violation to the same
extent as such remedies are available for such a viola
tion in a suit against any private entity. Such remedies
include damages, interest, costs, and treble damages
under section 284, attorney fees under section 285,
and the additional remedy for infringement of design
patents under section 289.

(Added Oct. 28, 1992, Public Law 102-560, sec.
2(a)(2), 106Stat.4230.)

35 U.S.C. 297 Improper and deceptive invention
promotion.

(a) IN GENERAL.- An invention promoter
shall have a duty to disclose the following informa
tion to a customer in writing, prior to entering into a
contract for invention promotion services:

(I) the total number of inventions evaluated
by the invention promoter for commercial potential in
the past 5 years, as well as the number of those inven
tionsthat received positive evaluations, and the num-
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ber of those inventions that received negative
evalnations;

(2) the total number of customers who have
contracted with. the invention promoter in the past
5 years, not including customers who have purchased
trade show services, research, advertising, or other
nonmarketing services from the invention promoter,
or who have defaulted in their payment to the inven
tion promoter;

(3) the total number of customers known by
the invention promoter to have received a net finan
cial profit as a direct result of the invention promotion
services provided by such invention promoter;

(4) the total number of customers known by
the invention promoter to have received license agree
ments for their inventions as a direct result of the
invention promotion services provided by such inven
tion promoter; and

. (5) the names and addresses of all previous
invention promotion companies with which the inven
tion promoter or its officers have collectively or indi
vidually been affiliated in the previous 10 years.

(b) CIVIL ACTION.-

(I) Any customer who enters into a contract
with an invention promoter and who is found by a
court to have been injured by any material false or
fraudulent statement or representation, or any omis
sion of material fact, by that invention promoter (or
any agent, employee, director, officer, partner, or
independent contractor of such invention promoter),
or by the failure of that invention promoter to disclose
such information as required under subsection (a),
may recover in a civil action against the invention
promoter (or the officers, directors, or partners of such
invention promoter), in addition to reasonable costs
and attorneys' fees--

(A) the amount of actual damages incurred
by the customer; or

(B) at the election of the customer at any
time before final judgment is rendered, statutory dam
ages in a sum of not more than $5,000, as the court
considers just.

(2) Notwithstanding paragraph (I), in a case
where the customer sustains the burden of proof, and
the court finds, that the invention promoter intention
ally misrepresented or omitted a material fact to such
customer, or willfully failed to disclose such informa
tion as required under subsection (a), with the purpose
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of deceiving that customer, the court may increase
damages to not more than three times the amount
awarded, taking into account past complaints made
against the invention promoter that resulted in regula
tory sanctions or other corrective actions based on
those records compiled by the Commissioner of Pat
ents under subsection (d).

(c) DEFINITIONS.- For purposes of this sec
tion-

(I) a "contract for invention promotion ser
vices" means a contract by which an invention pro
moter undertakes invention promotion services for a
customer;

(2) a "customer" is any individual who enters
into a contract with an invention promoter for inven
tion promotion services;

(3) the term "invention promoter" means any
person, firm, partnership, corporation, or other entity
who offers to perform or performs invention promo
tion services for, or on behalf of, a customer, and who
holds itself out through advertising in any mass media
as providing such services, but does not include-

(A) any department or agency of the Fed
eral Government or of a State Orlocal government;

(B) any nonprofit, charitable, scientific, or
educational organization, qualified under applicable
State law or described under section 170(b)(I)(A) of
the Internal Revenue Code of 1986;

(C) any person or entity involved in the
evaluation to determine commercial potential of, or
offering to license or sell, a utility patent or a previ
ously filed nonprovisional utility patent application;

(D) any party participating in a transaction
involving the sale of the stock or assets of a business;
or

(E) any party who directly engages in the
business of retail sales of products or the distribution
of products; and

(4) the term "invention promotion services"
means the procurement or attempted procurement for
a customer of a firm, corporation, or other entity to
develop and market products or services that include
the invention of the customer.

(d) RECORDS OF COMPLAINTS.-
(1) RELEASE OF COMPLAINTS.- The

Commissioner of Patents shall make all complaints
received by the Patent and Trademark Office involv
ing invention promoters publicly available, together
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with any response of the invention promoters. The
Commissioner of Patents shall notify the invention
promoter of a complaint and provide a reasonable
opportunity to reply prior to making such complaint
publicly available.

(2) REQUEST FOR COMPLAINTS.- The
Commissioner of Patents may request complaints
relating to invention promotion services from any
Federal or State agency and include such complaints
in the records maintained under paragraph (1),
together with any response of the invention promot
ers.

(Added Nov. 29, 1999, Public Law 106c113, sec.
1000(a)(9), 113 Stat. 150lk552 (S. 1948sec. 4102(a)).)

CHAPTER 30 - PRIOR ART CITATIONS TO
OFFICE AND EX PARTE REEXAMINATION

OF PATENTS

Sec.
301 Citation of prior art.
302 Request for reexamination.
303 Determination of issue by Director.
304 Reexamination order by Director.
305 Conduct of reexamination proceedings.
306 Appeal.
307 Certificate of patentability, unpatentability, and

claim cancellation.

35 U.S.C. 301 Citation of prior art.
Any person at any time may cite to the Office in

writing prior art consisting of patents or printed publi
cations which that person believes to have abearing
on the patentability of any claim of a particular patent.
If the person explains in writing the pertinency and
manner of applying such prior art to at least one claim
of the patent, the citation of such prior art and the
explanation thereof will become a part of the official
file of the patent. At the written request of the person
citing the prior art, his or her identity willbe excluded
from the patent file and kept confidential.

(Added Dec. 12, '1980, Public Law 96-517, sec. I,
94 Stat. 3015.)

35 U.S.C. 302 Request for reexamination.
Any person at any time may file a request for reex

amination by the Office of any claim of apatent on
the basis of any prior art cited under the provisions of
section 301 of this title. The request must be in writ-

ing and must be accompanied by payment of a reex
amination fee established by the Director pursuant to
the provisions of section 41 of this title. The request
must set forth the pertinency and manner of applying
cited prior art to every claim for which reexamination
is requested. Unless the requesting person is the
owner of the patent, the Director promptly will send a
copy of the request to the owner of record of the
patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,94
Stat. 3015; ameudedNov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9),113 Stat. 1501A-582 (S. 1948 sees,
4732(a)(8)and 4732(a)(l0)(A)).)

35 U.S.C. 303 Determination of issne by Director.
(a) Within three months following the filing of

a request for reexamination under the provisions of
section 302 of this title, the Director will determine
whether a substantial new question of patentability
affecting any claim of the patent concerned is raised
by the request, with or without consideration of other
patents or printed publications. On his own initiative,
and any time, the Director may determine whether a
substantial new question of patentability is raised by
patents and publications discovered by him or cited
under the provisions of section 301 of this title.

(b) A record of the Director's determination
under subsection (a) of this section will be placed in
the official file of the patent, and a copy promptly will
be given or mailed to the owner of record of the patent
and to the pe~son requesting reexamination, if any.

(c) A determination by the Director pursuant to
s~bsection (a) of this section that no substantial new
question of patentability has been raised will be final
and nonappealable. Upon such a determination, the
Director may refund a portion of the reexamination
fee required under section 302 of this title.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,94
Stat. 3015; amended Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 150IA-581, 582 (S. 1948 sees.
4732(a)(9) and (4732(a)(IO)(A)).)

35 U.S.C. 304 Reexamination order by Director.
If, in a determination made under the provisions of

subsection 303(a) of this title, the Director finds that a
substantial new question of patentability affecting any
claim of a patent is raised, the determination will
include an order for reexamination of the patent for
resolution of the question, The patent owner will be
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given a reasonable period, not less than two months
from the date a copy of the determination is given or
mailed to him, within which he may file a statement
on such question; including any amendment to his
patent and new claim or claims he may wish to pro
pose, for consideration in the reexamination. If the
patent owner files such a statement, he promptly will
serve a copy of it on the person who has requested
reexamination under the provisions of section 302 of
this title. Within a period of two months from the date
of service, that person may file and have considered in
the reexamination a reply to any statement filed by the
patent owner. That person promptly will serve on the
patent owner a copy of any reply filed.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,94
Stat. 3016; amended Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(10)(A)).)

35 D.S.C. 305 Conduct of reexamination proceed
ings.

After the times for filing the statement and reply
provided for by section 304 of this title have expired,
reexamination will be conducted according to the pro
cedures established for initial examination under the
provisions of sections 132 and 133 of this title. In any
reexamination proceeding under this chapter, the
patent owner will be permitted to propose any amend
ment to his patent and a new claim or claims thereto,
in order to distinguish the invention as claimed from
the prior art cited under the provisions of section 301
of this title, or in response to a decision adverse to the
patentability of a claim of a patent. No proposed
amended or new claim enlarging the scope of 11 claim
of the patent will be permitted in a reexamination pro
ceeding under this chapter. All reexamination pro
ceedings under this section, including any appeal to
the Board of Patent Appeals and Interferences.will be
conducted with special dispatch within the Office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,94
Stat. 3016; amended Nov. 8, 1984, Public Law98-622, sec.
204(c), 98 Stat. 3388.)

35 U.S.C. 306 Appeal.

The patent owner involved in a reexamination pro
ceeding under this chapter may appeal under the pro
visions of section 134 of this title, and may seek court
review under the provisions of sections 141 to 145 of

this title, with respect to any decision adverse to the
patentability of any original or proposed amended or
new claim of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,
94 Stat. 3016.)

35 U.S.C. 307 Certificate of patentability, unpat
entability, and claim cancellation.

(a) In a reexamination proceeding under this
chapter, when the time for appeal has expired or any
appeal proceeding has terminated, the Director will
issue and publish a certificate canceling any claim of
the patent finally determined to be unpatentable, con
firming any claim of the patent determined to be pat
entable, and incorporating in the patent any proposed
amended or new claim determined to be patentable.

(b) Any proposed amended or new claim deter
mined to be patentable and incorporated into a patent
following a reexamination proceeding will have the
same effect as that specified in section 252 of this title
for reissued patents on the right of any person who
made, purchased, or used within the United States, or
imported into the United States, anything patented by
such proposed amended or new claim, or who made
substantial preparation for the same, prior to issuance
of a certificate under the provisions of subsection (a)
of this section.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,94
Stat. 3016; amended Dec. 8, 1994, Public Law 103-465,
sec. 533(b)(8), 108 Stat. 4990; Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S, 1948
sec,4732(a)(l0)(A)).)

CHAPTER 31 - OPTIONAL INTER PARTES
REEXAMINATION PROCEDURES

Sec.

311 Request for inter partes reexamination.

312 Determination of issue by Director.
313 Inter partes reexamination order by Director.

314 Conduct of inter partes reexamination proceed-
ings.

315 Appeal.
316 Certificate of patentability, unpatentability, and

claim cancellation.

317 Inter partes reexamination prohibited.

318 Stay oflitigation.
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35 U.S.C. 311 Requestfor inter partesreexamina
tion

(a) IN GENERAL.- Any person at any time
may file a request for inter partes reexamination by
the Office of a patent on the basis of any prior art cited
under the provisions of section 301.

(b) REQUIREMENTS.- The request shall-

(1) be in writing, include the identity of the
real party in interest, and be accompanied by payment
of an inter partes reexamination fee established by the
Director under section 41; and

(2) set forth the pertinency and manner of
applying cited prior art to every claim for which reex
amination is requested.

(c) COPY.- Unless the requesting person is
the owner of the patent, the Director promptly shall
send a copy of the request to the owner of record of
the patent.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)

35 U.S.C. 312 Determination of issue by Director

(a) REEXAMINATION.- Not later than
3 months after the filing of a request for inter partes
reexamination under section 311, the Director shall
determine whether a substantial new question of pat
entability affecting any claimof the patent concerned
is raised by the request, with or without consideration
of other patents or printed publications. On the Direc
tor's initiative, and at any time, the Director may
determine whether a substantial new question of pat
entability is raised by patents and pnblications.

(b) RECORD.- A record of the Director's
determination under subsection (a) shall be placed in
the official file of the patent, and a copy shall be
promptly given or mailed to the owner of record of
the patent and to the third-party requester, if any.

(c) FINAL DECISION.- A determination by
the Director under subsection (a) shall be final and
non-appealable. Upon a determination that no sub
stantial new question of patentability has been raised,
the Director may refund a portion of the inter partes
reexamination fee required under section 311.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)

35 U.S.C. 313 Inter partes reexamination order by
Director

If, in a determination made under section 312(a),
the Director finds that a substantial new question of
patentability affecting a claim of a patent is raised, the
determination shall include an order for inter partes
reexamination of the patent for resolution of the ques
tion. The order may be accompanied by the initial
action of the Patent and Trademark Office on the mer
its of the inter partes reexamination conducted in
accordance with section 314.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)

35 U.S.C. 314 Conduct of inter partes reexamina
tion proceedings

(a) IN GENERAL.- Except as otherwise pro
vided in this section, reexamination shall be con
ducted according to the procedures established for
initial examination under the provisions of sections
132 and 133. In any inter partes reexamination pro
ceeding under this chapter, the patent owner shall be
permitted to propose any amendment to the patent and
a new claim or claims, except that no proposed
amended or new claim enlarging the scope of the
claims of the patent shall be permitted.

(b) RESPONSE.-
(1) This subsection shall apply to any inter

partes reexamination proceeding in which the order
for inter partes reexamination is based upon a request
by a third-party requester.

(2) With the exception of the inter partes
reexamination request, any document filed by either
the patent owner or the third-party requester shall be
served on the other party. In addition, the third-party
requester shall receive a copy of any communication
sent by the Office to the patent owner conceming the
patent subject to the inter partes reexamination pro
ceeding.

(3) Each time that the patent owner files a
response to an action on the merits from the Patent
and Trademark Office, the third-party requester shall
have one opportunity to file written comments
addressing issues raised by the action of the Office or
the patent owner's response thereto, if those written
comments are received by the Office within 30 days
after the date of service of the patent owner's
response.
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(c) SPECIAL DISPATCH.- Unless otherwise
provided by the Director for good cause, all inter
partes reexamination proceedings under this section,
including any appeal to the Board of Patent Appeals
and Interferences, shall be conducted with special dis
patch within the Office.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)

35 U.S.C. 315 Appeal

(a) PATENT OWNER.- The patent owner
involved in an inter partes reexamination proceeding
under this chapter-

(l) may appeal under the provisions of sec
tion 134 and may appeal under the provisions of sec
tions 141 through 144, with respect to any decision
adverse to the patentability of any original or pro
posed amended or new claim of the patent; and

(2) may be a party to any appeal taken by a
third-part)' requester under subsection (b).

(b) THIRD-PARTY REQUESTER.- A third
party requester may-

(1) appeal under the provisions of section
134 with respect to any final decision favorable to the
patentability of any original or proposed amended or
new claim of the patent; or

(2) be a party to any appeal taken by the
patent owner under the provisions of section 134, sub
ject to subsection (c).

(c) CIVIL ACTION.- A third-party requester
whose request for an inter partes reexamination
results in an order under section 313 is estopped from
asserting at a later time, in any civil action arising in
whole or in part under section 1338 of title 28, United
States Code, the invalidity of any claim finally deter
mined to be valid and patentable on any ground which
the third-party requester raised or could have raised
during the inter partes reexamination proceedings.
This subsection does not prevent the assertion of
invalidity based on newly discovered prior art
unavailable to the third-party requester and the Patent
and Trademark Office at the time of the inter partes
reexamination proceedings.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)
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35 U.S.C. 316 Certificate of patentability, unpat
entability and claim cancellation

(a) IN GENERAL.- In an inter partes reexam
ination proceeding under this chapter, when the time
for appeal has expired or any appeal proceeding has
terminated, the Director shall issue and publish a cer
tificate canceling any claim of the patent finally deter
mined to be unpatentable, confirming any claim of the
patent determined to be patentable, and incorporating
in the patent any proposed amended or new claim
determined to be patentable.

(b) AMENDED OR NEW CLAIM.- Any pro
posed amended or new claim determined to be patent
able and incorporated into a patent following an inter
partes reexamination proceeding shall have the same
effect as that specified in section 252 of this title for
reissued patents on the right of any person who made,
purchased, or used within the United States, or
imported into the United States, anything patented by
such proposed amended or new claim, or who made
substantial preparation therefor, prior to issuance of a
certificate. under the provisions of subsection (a) of
this section.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)

35 U.S.C. 317 Inter partes reexamination prohib
ited

(a) ORDER FOR REEXAMINATION.- Not
withstanding any provision of this chapter, once an
order for inter partes reexamination of a patent has
been issued under section 313, neither the patent
owner nor the third-party requester, if any, nor privies
of either, may file a subsequent request for inter partes
reexamination of the patent until an inter partes reex
amination certificate is issued and published under
section 316, unless authorized by the Director.

(b) FINAL DECISION.- Once a final deci
sion has been entered against a party in a civil action
arising in whole or in part under section 1338 of title
28, United States Code, that the party has not sus
tained its burden of proving the invalidity of any
patent claim in suit or if a final decision in an inter
partes reexamination proceeding instituted by a third
party requester is favorable to the patentability of any
original or proposed amended or new claim of the
patent, then neither that party nor its privies may
thereafter request an inter partes reexamination of any
such patent claim on the basis of issues which that

L-68



PATENT LAWS 351

party or its privies raised or could have raised in such
civil action or inter partes reexamination proceeding,
and an inter partes reexamination requested by that
party or its privies on the basis of such issues may
not thereafter be maintained by the Office, uotwith
standing any other provision of this chapter. This sub
section does not. prevent the assertion of invalidity
based on newly discovered prior art unavailable to
the third-party requester and the Patent and Trade
mark Office at the time of the inter partes reexamina
tion proceedings.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-570 (S. 1948 sec.4604(a».)

35 U.S.C. 318 Stay oflitigation
Once an order for.inter partes reexamination of a

patent has been issued under section 313, the patent
owner may obtain a stay of any pending litigation
which involves an issue of patentability ofany claims
of the patent which are the subject of the inter partes
reexamination order, unless the court before which
such litigation is pending determines that a.stay would
not serve the interests of justice.

(Added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 150lA-570(S. 1948 sec.4604(a».)

PART IV - PATENT COOPERATION
TREATY

CHAPTER 35 - DEFINITIONS

Sec.
351 Definitions.

35 U.S.C. 351 Definitions.
When used in this part unless the context otherwise

indicates-
(a) The term "treaty" means the Patent Cooper

ation Treaty done at Washington, on June 19, 1970.
(b) The term "Regulations," when capitalized,

means the Regulations under the treaty, done at Wash
ington on the same date as the treaty.The term "regu
lations," when not capitalized, means the regulations
established by the Director under this title.

(c) The term "international application" means
an application filed under the treaty.

(d) The term "international application originat
ing in the United States" means an international appli
cation filed in the Patent and Trademark Office when

it is acting as a Receiving Office under the treaty, irre
spective of whether or not the United States has been
designatedin that international application.

(e) The term "international application desig
nating the United States" means an international
application specifying the United States as a country
in which a patent is sought, regardless where such
international application is filed.

(f) The term "Receiving Office" means a
national patent office or intergovernmental organiza
tion which receives and processes international appli
cations as prescribed by the treaty and the
Regulations.

(g) The terms "International Searching Author
ity" and "International Preliminary Examining
Authority" mean a national patent office or intergov
ernmental organization as appointed under the treaty
which processes international applications as pre
scribed by the treaty and the Regulations.

(h) The term "International Bureau" means the
inter national intergovernmental organization which is
recognized as the coordinating body under the treaty
and the Regulations.

(i) Terms and expressions not defined in this
. part are to be taken in the sense indiCatedby the treaty
and the Regulations.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 685; amended Nov. 8, 1984, Public Law 98-622,
sec. 403(a), 98 Stat. 3392; Nov. 6, 1986, Public Law 99
616, sec. 2 (a)-(c), 100 Stat. 3485; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 150lA-582
(S. 1948 sec.4732(a)(1O)(A».)

CHAPTER 36 - INTERNATIONAL STAGE

Sec.
361 Receiving Office.
362 International Searching Authority and Interna

tional Preliminary Examining Authority.
363 International application designating the United

States; Effect.
364 International stage: Procedure.
365 Right of priority; benefit of the filing date of a

prior application.
366 Withdrawn international application.
367 Actions of other authorities: Review.
368 Secrecy of certain inventions; filing interna

tional applications in foreign countries.
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35 U.S.C. 361 Receiving Office.
(a) The Patent and Trademark Office shall act

as a Receiving Office for international applications
filed by nationals or residents of the United States. In
accordance with any agreement made between the
United States and another country, the Patent and
Trademark .Office may also act as a Receiving Office
for international applications filed by residents or
nationals of such country who are entitled to file inter
national applications.

(b) The Patent and Trademark Office shall per
form all acts connected with the discharge of duties
required of a Receiving Office, including the collec
tion of international fees and their transmittal to the
International Bureau.

(c) International applications filed in the Patent
and Trademark Office shall be in the English lan
guage.

(d) The international fee, and the transmittal
and search fees prescribed under section 376(a) of this
part, shall either be paid on filing of an international
application or within such later time as may be fixed
by the Director.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 686; amended Nov. 8, 1984, Public Law 98-622,
sec. 401(a), 403(a), 98 Stat.3391-3392; Nov. 6, 1986, Pub
lic Law 99-616, sec. 2(d), 100 Stat. 3485; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501Ac582

(S. 1948sec.4732(a)(IO)(A».)

35 U.S.C.362· International Searching Authority
and International Preliminary
Examining Authority.

(a) The Patent and Trademark Office may act as
an International Searching Authority and International
Preliminary Examining Authority with respect to
international applications in accordance with the
terms and conditions of an agreement which may be
concluded with the International Bureau, and may dis
charge all duties required of such Authorities, includ
ing the collection of handling fees and their
transmittal to the International Bureau.

(b) The handling fee, preliminary examination
fee, and any additional fees due for international pre
liminary examination shall be paid within such time
as may be fixed by the Director.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 686; amended Nov. 8, 1984, Public Law 98-622,
sec. 403 (a), 98 Stat. 3392; Nov. 6, 1986,Public Law 99-
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616, sec.4,100 Stat.3485;Nov. 29,1999, PublicLaw 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(IO)(A».)

35 U.s.C. 363 International application designat
ing the United States: Effect.

An international application designating the United
States shall have the effect, from its international fil
ing date under article 11 of the treaty, of a national
application for patent regularly filed in the Patent and
Trademark Office except as otherwise provided in
section 102(e) of this title.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89Stat. 686; amended Nov. 8, 1984, Public Law 98-622,
sec.403(a), 98 Stat. 3392.)

35 U.S.C. 364 International stage: Procedure.
(a) International applications shall be processed

by the Patent and Trademark Office when acting as a
Receiving Office, International Searching Authority,
or International Preliminary Examining Authority, in
accordance .with the applicable provisions of the
treaty, the Regulations, and this title.

(b) An applicant's failure to act within pre
scribed time limits in connection with requirements
pertaining to a pending international application may
be excused upon a showing satisfactory to the Direc
tor of unavoidable delay, to the extent not preclnded
by the treaty and the Regulations, and provided the
conditions imposed by the treaty and the Regulations
regarding the excuse of such failure to act are com
plied with.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 686; amended Nov. 8, 1984, Public Law 98-622,
sec. 403(a), 98 Stat. 3392.)

(Subsection (a) amended Nov. 6, 1986, PublicLaw99
616, sec. 5, 100Stat.3485.)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 150lA-582 (S. 1948 sec.
4732(a)(l0)(A».)

35 U.S.C. 365 Right of priority; benefit of the fil
ing date of a prior application.

(a) In accordance with the conditions and
requirements of subsections (a) through (d) of section
119 of this title, a nationalapplication shall be entitled
to the right of priority based on a prior filed interna
tional application which designated at least one coun
try other than the United States.
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(b) In accordance with the conditions and
requirements of section 119(a) of this title and the
treaty and the Regulations, an international applica
tion designating the United States shallbe entitled to
the right of priority based on a prior foreign applica
tion, or a prior international application designating at
least one country other than the United States.

(c) In accordance with the conditions and
requirements of section 120 of this title, an interna
tional application designating the United States shall
be entitled to the benefit of the filing date of a prior
national application or a prior international applica
tion designating the United States, and a national
application shall be entitled to the benefit of the filing
date of a prior international application designating
the United States. If any claim for the benefit of an
earlier filing date is based on a prior international
application which designated but did not originate in
the United States, the Director may require the filing
in the Patent and Trademark Office of a certifiedcopy
of such application together with a translation thereof
into the English language, if it was filed in another
language.

(Added Nov. 14, 1975, Public Law 94-131, sec. I,
89 Stat. 686; amended Nov. 8, 1984, Public Law 98-622,
sec. 403(a), 98 Stat. 3392; Dec. 8, 1994, Public Law 103
465, sec. 532(c)(4), 108 Stat. 4987; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S.
1948 sec.4732(a)(IO)(A».)

35 U.S.C. 366 Withdrawn international
application.

Subject to section 367 of this part, if an interna
tional application designating the United States is
withdrawn or considered withdrawn, either generally
or as to the United States, under the conditions of the
treaty and the Regulations, before the applicant has
complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the
United States shall have no effect after the date of
withdrawal and shall be considered as not having
been made, unless a claim for benefit of a prior filing
date under section 365(c) of this section was made in
a national application, or an international application
designating the United States, filed before the date of
such withdrawal. However, such withdrawn interna
tional application may serve as the basis for a claim of
priority under section 365 (a) and (b) of this part, if it
designated a country other than the United States.

(Added Nov. 14, 1975, Public Law 94-131, sec. I,
89 Stat. 687; amended Nov. 8, 1984, Public Law 98-622,
sec.401(b), 98 Stat. 3391.)

35 U.S.C. 367 Actions of other authorities:
Review.

(a) Where a Receiving Office other than the
Patent and Trademark Office has refused to accord an
international filing date to an international application
designating the United States or where it has held
such application to be withdrawn either generally or
as to the United States, the applicant may request
review of the matter by the Director, on compliance
with the requirements of and within the time limits
specified by the treaty and the Regulations. Such
review may result in a determination that such appli
cation be considered as pending in the national stage.

(b) The review under subsection (a) of this sec
tion, subject to the same requirements and conditions,
may also be requested in those instances where an
international application designating the United States
is considered withdrawn due to a finding by the Inter
national Bureau under article 12 (3) of the treaty.

(Added Nov. 14, 1975, Public Law 94-131, sec. I,
89 Stat. 687; amended Nov. 8, 1984, Public Law 98-622,
sec. 403(a), 98 Stat 3392; Nov. 29, 1999, Public Law 106
113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(10)(A)).)

35 U.S.C. 368 Secrecy of certain inventions; fIling
international applications in foreign
countries.

(a) International applications filed in the Patent
and Trademark Office shall be subject to the provi
sions of chapter 17 of this title.

(b) In accordance with article 27 (8) of the
treaty, the filing of an international application in a
country other than the United States on the invention
made.in this country shall be considered to constitute
the filing of an application in a foreign country within
the meaning of chapter 17 of this title, whether or not
the United States is designated in that international
application.

Cc) If a license to file in a foreign country is
refused or if an international application is ordered to
be kept secret and a permit refused, the Patent and
Trademark Office when acting as a Receiving Office,
International Searching Authority, or International
Preliminary Examining Authority, may not disclose
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the contents of such application to anyone not autho
rized to receive such disclosnre.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 687; amended Nov. 8, 1984, Public Law 98-622,
sec. 403(a), 98 Stat. 3392; Nov. 6, 1986, Public Law 99
616, sec. 6, 100Stat. 3486.)

CHAPTER 37 - NATIONAL STAGE

Sec.

371 National stage: Commencement.

372 National stage; Requirements and procedure.

373 Improper applicant.

374 Publication of international application; Effect.

375 Patent issued on international application:
Effect.

376 Fees.

35 U.S.C. 371 National stage: Commencement.

(a) Receipt from the International Bureau of
copies of international applications with any amend
ments to the claims, international search reports, and
international preliminary examination reports includ
ing any annexes thereto may be required in the case of
international applications designating or electing the
United States.

(b) SUbject to subsection (f) of this section, the
national stage shall commence with the expiration of
the applicable time limit under article 22 (I) or (2), or
under article 39 (I)(a) of the treaty.

(c) The applicant shall file in the Patent and
Trademark Office -

(I) the national fee provided in section 4l(a)
of this title;

(2) a copy of the international application,
unless not required under subsection (a) of this sec
tion or already communicated by the International
Bureau, and a translation into the English language of
the international application, if it was filed in another
language;

(3) amendments, if any, to the claims in the
international application, made under article 19 of the
treaty, unless such amendments have been communi
cated to the Patent and Trademark Office by the Inter
national Bnreau, and a translation into the English
language if such amendments were made in another
language;
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(4) an oath or declaration of the inventor (or
other person authorized under chapter 11 of this title)
complying with the requirements of section 115 of
this title and with regulations prescribed for oaths or
declarations of applicants;

(5) a translation into the English language of
any annexes to the international preliminary examina
tion report, if such annexes were made in another lan
guage.

(d) The requirement with respect to the national
fee referred to in subsection (c)(I), the translation
referred to in subsection (c)(2), and the oath or decla
ration referred to in subsection (c)(4) of this section
shall be complied with by the date of the commence
ment of the national stage or by such later time as may
be fixed by the Director. The copy of the international
application referred to in subsection (c)(2) shall be
submitted by the date of the commencement of the
national stage. Failure to comply with these require
ments shall be regarded as abandonment of the appli
cation by the parties thereof, unless it be shown to the
satisfaction of the Director that such failure to comply
was unavoidable. The payment of a surcharge may be
required as a condition of accepting the national fee
referred to in subsection (c)(1) or the oath or declara
tion referred to in subsection (c)(4) of this section if
these requirements are not met by the date of the com
mencement of the national stage. The requirements of
subsection (c)(3) of this section shall be complied
with by the date of the commencement of the national
stage, and failure to do so shall be regarded as a can
cellation of the amendments to the claims in the inter
national application made under article 19 of the
treaty. The requirement of subsection (c)(5) shall be
complied with at such time as may be fixed by the
Director and failure to do so shall be regarded as can
cellation of the amendments made under article 34
(2)(b) of the treaty.

(e) After an international application has
entered the national stage, no patent may be granted
or refused thereon before the expiration of the appli
cable time limit under article 28 or article 41 of the
treaty, except with the express consent of the appli
cant. The applicant may present amendments to the
specification, claims, and drawings of the application
after the national stage has commenced.
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(1) At the express request of the applicant, the
national stage of processing may be commenced at
any time at which the application is in order for such
purpose and the applicable requirements of subsection
(c) of this section have been complied with.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 688; amended Nov. 8, 1984, Public Law 98-622,
sec.402(a)-(d), 403(a), 98 Stat. 3391, 3392.)

(Snbsections (a), (b), (c), (d), and (e) amended Nov. 6,
1986, Public Law, 99-616, sec.7, 100Stat.3486.)

(Snbsection (c)(l) amended Dec. 10, 1991, Public Law
102-204, sec. 5(g)(2), 105 Stat. 1641.)

(Amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(l0)(A)).)

35 U.S.C. 372 National stage: Requirements and
procedure.

(a) All questions of substance and, within the
scope of the requirements of the treaty and Regula
tions, procedure in an international application desig
nating the United States shaIl be determined as in the
case of national applications regularly filed in the
Patent and Trademark Office.

(b) In case of international applications desig
nating but not originating in, the United States -

(1) the Director may cause to be reexamined
questions relating to form and contents of the applica
tion in accordance with the requirements of the treaty
and the Regulations;

(2) the Director may cause the question of
unity of invention to be ree"amined under section 121
of this title, within the scope of the requirements of
the treaty and the Regulations; and

(3) the Director may require a verification of
the translation of the international application or any
other document pertaining to the application if the
application or other document was filed in a language
other than English.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 689; amended Nov. 8, 1984, Public Law 98-622,
sec. 402(e), (f), 403(a), 98 Stat. 3392; Nov. 29, 1999, Pub_
lie Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec.4732(a)(l0)(A».)

35 U.s.C. 373 Improper applicant.
An international application designating the United

States, shall not be accepted by the Patent and Trade
mark Office for the national stage if it was filed by

anyone not qualified under chapter 11 of this title to
be an applicant for the purpose of filing a national
application in the United States. Such international
applications shaIl not serve as the basis for the benefit
of an earlier filing date under section 120 of this title
in a subsequently filed application, but may serve as
the basis for a claim of the right of priority under sub
sections (a) through (d) of section 119 of this title,if
the United States was not the sole country designated
in such international application.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 689; amended Nov. 8, 1984, Public Law 98-622,
sec. 403(a), 98 Stat. 3392; Dec. 8, 1994, Public Law 103
465, sec. 532(c)(5), 108 Stat. 4987.)

35 U.S.C. 374 Publication ofinternational applica
tion.

The publication under the treaty defined in section
35l(a) of this title, of an international application des
ignating the United States shall confer the same rights
and shall have the same effect under this title as an
application for patent published under section l22(b),
except as provided in sections 102(e) and l54(d) of
this title.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89
Stat. 689; amended Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-566 (S. 1948 sec.
4507(10)).)

35 U.S.C. 375 Patent issued on international
application: EtTect.

(a) A patent may be issued by the Director
based on an international application designating the
United States, in accordance with the provisions of
this title. Subject to section 102(e) of this title, such
patent shall have the force and effect of a patent
issued on a national application filed under the provi
sions of chapter l lof this title.

(b) Where due to an incorrect translation the
scope of a patent granted on an international applica
tion designating the United States, which was not
originally filed in the English language, exceeds the
scope of the international application in its original
language, a court of competent jurisdiction may retro
actively limit the scope of the patent, by declaring it
unenforceable to the extent that it exceeds the scope
of the international application in its original lan
guage.
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(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 689; amendedNov. 29,1999, PublicLaw 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(l0)(A)).)

35 U.S.C. 376 Fees.

(a) The required payment of the intemational
fee and the handling fee, which amounts are specified
in the Regulations, shall be paid in United States cur
rency. The Patent and Trademark Office shall charge a
national fee as provided in section 41(a), and may also
charge the following fees:

(1) A transmittal fee (see section Stilfdj);

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid
when required);

(4) A preliminary examination fee and any
additional fees (see section 362(b».

(5) Such other fees as established by the
Director.

(b) The amounts of fees specified in subsection
(a) of this section, except the international fee and the
handling fee, shall be prescribed by the Director. He.
may refund any sum paid by mistake or in excess of
the fees so specified, or if required under the treaty
and the Regulations. The Director may also refund
any part of the search fee, the national fee, the prelim
inary examination fee and any additional fees, where
he determines such refund to be warranted.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Stat. 690, amended Nov. 8, 1984, Public Law 98-622,
sec. 402(g), 403(a), 98 Stat. 3392; Nov. 6, 1986, Public
Law 99-616,sec. 8(a) & (b), 100Stat. 3486; Dec. 10, 1991,
PublicLaw 102-204, sec. 5(g)(I), 105Stat. 1640;amended
Nov. 29, 1999, Public Law 106-113, sec.1000(a)(9), 113
Stat. 1501-582 (S. 1948sec. 4732(a)(1O)(A)).)

••••••••••••••••••••••••••••••
LAWS NOTIN TITLE 35, UNITED STATES

CODE

18 U.S.C. 1001 Statements or entries generally.

(a) Except as otherwise provided in this sec
tion, whoever, in any matter within the jurisdiction of
the executive, legislative, or judicial branch of the
Government of the United States, knowingly and will
fully-

(1) falsifies, conceals, "or covers up by any
trick, scheme, or device a material fact;

(2) makes any materially false, fictitious, or
fraudulent statement or representation; or

(3) makes or uses any false writing or docu
ment knowing the same to contain any materially
false, fictitious, or frandulent statement or entry; shall
be fined under this title or imprisoned notmore than
5 years, or both.

(b) Subsection (a) does not apply to a party to a
jndicial proceeding, or that party's counsel, for state
ments, representations, writings or documents submit
ted by such party or counsel to a judge or magistrate
in that proceeding.

(c) With respect to any matter within the juris
diction of the legislative branch, subsection (a) shall
apply only to -

(1) administrative matters, including a claim
for paym~nt, a matter related to the procurement of
property or services, personnel oremployment prac
tices, or support services, or a document required by
law, rule, or regulation to be submitted. to the Con
gress or any office or officer within the legislative
branch; or

(2) any. investigation or review, conducted
pursuant to the authority of any committee, subcom
mittee, commission or office of the Congress, consis
tent with applicable rules of the House or Senate.

(Amended Sept. 13, 1994, Public Law 103-322, sec.
3300l6(l)(L), 108 Stat. 2147; Oct. 11, 1996,.PublicLaw
104-292, Sec. 2, 110Stat. 3459.)

18 U.S.C. 2071 Concealment, removal, or
mutilation generally.

(a) Whoever willfully and unlawfully con
ceals, removes, mutilates, obliterates,. or destroys, or
attempts to do so, or, with intent to do so takes and
carries away any record, proceeding,. map, book,
paper, document, or other thing, filed or deposited
with any clerk or officer of any court of the United
States, or in any public office, or with any judicial or
public officer of the United States, shall be fined
under this title or imprisoned not more than three
years, or both.

(b) Whoever, having the custody of any such
record, proceeding.. map, book.. document, paper, or
other thing, willfully. and unlawfully conceals,
removes, mutilates, obliterates, falsifies, or destroys
the same, shall be fined under this title Or imprisoned
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not more than three years, or both; and shall forfeit his
office and be disqnalified from holding any office
nnder the United States. As used in this subsection,
the term "office" does not include the office held by

any person as a retired officer of the Armed Forces of
the United States.

(Amended Nov. 5, 1990, Public Law 101-510, sec.
552(a), 104 Stat. 1566; Sept. 13, 1994, Public Law 103
322, sec. 330016(1)(1), 108 Stat. 2147.)
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A
Abandoned applications, fee on petition to

revive .41(a)7
Abandonment of application by failure to prose'

cute 133, 371
Abandonment of invention:

Bar to patent. 102
By violation of secrecy 182

Adjustmentofpatentterm 154
Administrative Patent Judges 6
Administrator, executor, or guardian 117
Affidavits and depositions in contested cases,

rules for taking 23
Agreement to terminate interference 135
Agriculture, Secretary of, to furnish information,

and detail employees to Director for plant patent .. 164
Allowance and issue of patents 153
Allowance, notice of 151
Amendment:

Copying claim of issued patent 135
Time for 133, 135
Annual indexes of patents ...........•....•....... 10
Annual report of the Director 13
Apostille on assignment 261
Appeals to Board of Patent Appeals and

Interferences 134
Fee .41(a)6, 134
Hearing of 6
Reexamination proceedings 306

Appeals to Court of Appeals for the Federal
Circuit : 141

Certificate of decision of Court recorded in the
United States Patent and Trademark Office 144

Determinationof Appeal; revision of decision 144
From Board of Patent Appeals and

Interferences 141
Grounds of decision to be furuished court 143
Notice of appeal. 142
Proceedings on appeal 143

Applicant for foreign patent, license required 184
Applicant for international application 373
Applicant, notified of interference 135
Application:

Abandonment of, by failure to prosecute 133
Assignment of 261
Confidential while pending 122
Continuing ....................•.......... 120
Description; specification and claim 112

Divisional ..........................•.... 121
Drawings 113
Effect of defective execution 26
Effective as of date of earliest foreign

application in certain cases 119
Examination of invention. . . . . . . . . . . . . . . . . .. 131
Fee on filing 41(a)l, 111

.For deceased or insane inventors . . . . . . . . . . . .. 117
May be made by legal representative

of deceased or incapacitated inventor . . . . . . .. 117
Must be made within specified time after

foreign application for right of priority 119
Oath of applicant (See Oath In patent

application)
Owned by Government. 267
Provisional .............................•.111
Publication 102, 122, 181
Reissue ................•................. 251
Secrecy order . . . . . . . . . . . . . . . . . . . . . . . . . . . . 181
What to contain 111
When filed by other than inventor 118, 121

Appointments, how made. . . . . . . . . . . . . . . . . . . . . . . . 3
Arbitration of interferences 135
Arbitration, voluntary. . . . . . . . . . . . . . . . . . . . . . . . . 294
Article patented marked with number of patent. . . . . 287
Assignee:
May file application in certain cases . . . . . . . . . . . .. 118

May file divisional application 121
May file reissue application 251
Patent may be issued to 152

Assignments, patent: . . . . . . . . . . . . . . . . . . . . . . . . . 261
Establishing prima facie execution of 261

Fees for recording 41(a)1O
Must be recorded in United States Patent and

Trademark Office to issue patent to assignee. .. 152
Patent may issue to assignee 152
Recording in Patent and Trademark Office . . . . . 261

Attorney fees in infringement suit 285
Attorneys and agents:

May be refused recognition for misconduct 32
Petition to District Court, DC 32
Suspension or exclusion from practice 32
Unauthorized practitioners 33

B
Bars to grant of a patent. . . . . . . . . . . . . . . . . . . 102, 103
Benefit of earlier filing date in foreign country . . . .. 119
Benefit of earlier filing date in United States 120
Best mode required. . . . . . . . . . . . . . . . . . . . . . . . . .. 112
Bill in equity (See Civil action)
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Board of Patent Appeals and Interferences, how
constitnted ..............................•... 6

c
Certificate of correction:

Applicant's mistake 255
Fee for applicant's mistake .41(a)8
Office mistake '254

Certified copies:
Feefor certification AI(a)l1
Of drawings and specifications of

patents issued 9
Of records, furnished to Court of Appeals

for theFederal Circuit in appeals 143
Citation of prior art in patent. '" .301
Citizenship required in oath 115
Civil action:

Election of in case of interference 141
Infringement. 291
In case of interference 146
Jurisdiction, plurality of parties, foreign party .. ,146
To obtain patent. ' 145

Claim of patent:
Independent or dependent 41, 112
Independent or dependent, validity , .282
Invalid, effect of. 253
Invalid, suits on patent with 288
Notice of rejection 132
Too extensive or narrow, remedy , 251
What to cover. 112

Classification of patents 8
Clerk of United States Court may summon witness

m
Interference cases 24
Must notify Director of patent suits 290

Commerce, Department of, United States Patent
and Trademark Office in : .. I

Commerce, Secretary of:'
Appointments by ...........•................ 3

Commissioner for Patents:
How appointed and duties 3
Member of Board 6

Commonly owned invention and reference subject
matter , 103

Compensation, right to because of secrecy order 183
Composition of matter:

Patentable 101
Specimens of ingredients may be required 114

Concealment of records ;. 18 U.S.C. 2071
Confidential status of application, .. , 122, 205
Continuing application , ....•.... 120
Contributory infringement. 271
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Copies of records, fees .•............ ; 41
Correction of inventors in patent 256
Correction ofletters patent. 254, 255

D
Damages for infringement 284
Day of taking any action or paying any fee

falling on Saturday, Sunday, or holiday 21
Death orincapacity of inventor , 117
Decisions in patent cases, printing of. ,. . . .. 10
Declaration in lieu of oath 25
Dedication ofterm 253
Defective execution of docmnents, effect of 26
Defenses in action for infringement. 282
Defmitions 100, 351
Deposit with United States Postal Service 21
Depositions, Director may establish rules for 23
Deputy Commissioner . . . . . . . . . . . . . . . . . . . . . . . . . . 6

Member of Board . . . . . . . . . . . . . . . . . . . . . . . . . . . 6
Description of invention. . . . . . . . . . . . . . . . . . . . . .. 112
Design patents:

Double recovery, not allowed 289
Fees 41(a)3
For what granted 171
Liability for infringement of 289
Penalty for unauthorized use of

patented design 289
Prior foreign applications 172
Right of priority . . . . . . . . .. . . . . . . . . . . . . . . . . 172
Subject to same provisions as other patents 171
Term of 173
Unauthorized use of .....•, 289

Designated office 363,366,367,371,372
Determination of patentterm adjustment. . . . . . . . .. 154
Director:

Annual report to Congress . . . . . . . . . ... . . . . . .. 13
Consult with Patent Public Advisory Commit-
* 3

Duties of 6
How appointed 3
Intellectual Property Policy Issues, advises

President, Federal Departments . . . . . . . . . . . . . . . 2
May disbar attorneys 32
May establish charges. . . . . . . . . . . . . . . . . . . . . . . 41
May make rules for taking affidavits and depo-

sitions 23
Member of Board 6
Reexamination order 304
Shall cause examination to be made. . . . . . . . . . . 131
To establish regulations .....•. " 3
To furnish court with grounds of decision, on

appeal ' 143
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To prescribe rules and regulations governing
recognition of attorneys and agents 2

To sign patents or have name printed thereon
and attested 153

To superintend grant of patents 3

Disbarment of attorneys and agents 32

Disclaimer:

Fee .41(a)5

How filed and by whom 253

Must be filed before commencement of suit to
recover costs 288

Nature of 253

District Court for District of Columbia:

Jurisdiction 146

Review of disbarment of attorneys and agents 32

Division of application 121

Division of patent on reissue 251

Drawing:

Attached to patent 154

Patt of patent 154

Printing of 10

When necessary 113

Duties of Director 3

E
Elected office.........................•.. 371,372

Employees of United States Patent and
Trademark Office 3

How appointed 3

Restrictions on as to interestin patents ' 4
English language 361

Entry into national phase in United States 371

Error in narning inventors 116

Establishment of date of invention by reference
to knowledge or use in foreign country 104

Establishment, United States Patent and
Trademark Office I

Examination:
Applicants shall be notified of rejection on 132

To be made of application and alleged
invention 131

Exchange of United States Patent and Trademark
Office Publications for other publications 10

Exchange of printed copies of patents and
published application of patents with
foreign countries 11

Executors, administrators or guardians 117

Extension of patent term ...............•....... 155

Extension of time to reply fee : 41(a)8

F
Falsely making or labeling articles as patented ..... 292
Federal agency, defined . . . . . . . . . . . . . . . . . . . . . . . 200
FederalAssistance, inventions made with:

Confidentiality . .. . . . .. . .. .. .. .. .. . .. . .. .. 205
Definitions . . . . . . . . . . . . . . . . . . . . . . 201
Disposition of rights. . . . . . . . . . . . . . . . . . . . . . . 202
Domestic and foreign protection of federally

owned inventions 207
Educational awards 212
March-in rights 203
Policy and objective of. 200
Precedence of chapter over other Acts. . . . . . . . . 210
Preference for United States industry 204
Regulations governing Federal licensing . . . . . . . 208
Relationship to antitrust laws 211
Restrictions on licensing of federally

owned inventions 209
Uniform clauses and regulations 206

Fees:
Amount of 41
For attorney awarded by court 285
For records,publications, and services

not specified in statute 41
How paid and refunded 42
Independent inventor, 50% reduction 41(h)
International ......•.................. 361,376
Nonprofit organization, 50% reduction 41(h)
Payable to Director 42(a)
Small business, 50% reduction 41(h)
Small entity, 50% reduction 41(h), 133
To witness interferencecases. . . . . . .. . . . . . . . . . 24

Filing application by other than inventor 118
Filing date requirements 111
Filing fee, Amount of. 41(a)1
Foreign applications:

License to file required. . . . . . . . . . . . . . . . . . . .. 184
Penalty forfiling without license 185, 186

Foreign countries, exchange of printed copies
of patents and published application of
patents with. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 11

Foreign coontry, knowledge of use in, not
used to establish date of invention .. . . . . . .. 102, 104

Foreigu patentee:
Jurisdiction ............•................. 293
Service . . . . . . . . . . . . . . . . . . . . . . . . . . • . .. . . . 293

Foreign patents:
Copies of, exchanged for United States patents

and published application of patents . ... . . . . . .. 11
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Prior, effect on United States application
for patent 102

Foreign priority 1I9(a)-(d), 365, 373
Fraudulent statements 18 U.S.C. 1001
Funding agreement, defined 200

G
Government interests in patents , 267

H
Holiday, time for action expiring on 21

I
Importation of products made by a patented

process '.. , 295
Improvements, patents may be granted for , .. 101
Indexes of patents and patentees, printing of 10
Infringement, patent: Action for 281

Attorney fees 285
By United States, time limitation in suit for 286
Clerk of court to notify United States Patent

and Trademark Office of suit. 290
Contributory 271
Damages for. , 284
Defenses in suit for 273, 282
Defined. . . . . . . . . . . . . . . . . . . . . . . . .. . 271
Design patent. 289
Injunction 283
Notice of, necessarj! to recovery of damages 287
Pleading defense and special matters to be

proved in suit. 282
Suit for, when a claim is invalid 288
Temporary presence in United States 272
Time limitation 286

Injunctions may be granted by court having juris-
diction 283

Insane persons, patent applications of , .. 117
Interference, patent:

Agreements, between parties, relating to ter
mination, to be filed in Patent and Trademark
Office , . . .. . 135

Appeal to court. 141
Arbitration 135
Determination of priority , .102, 135
Parties to be notified of , ' 135
Review of decision by civil action , .. 145, 146
Rules for taking testimony 23

International application 351,365,366,367,375
Fees 376
National phase in United States 371
Priority rights , 365
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Interfering patent:
How set aside , , 291
Jurisdiction, plurality of parties,

foreign party. . . . . . . . . . . . . . . . . . .. . . . . 146, 291
Relief against 291

International Bureau 351,361,362,371
International Preliminary Examining

Authority 362, 364, 368
International Searching Authority 351,362,364,368
International studies . . . . . . . . . . . . . . . . . . . . . . . . . . . . 2
Intervening rights onreissue , , . . . . . .. . . . . . 252
Invalid patent claim disclaimer 288
Invalidity of term extension 282
Invention date as affected by activity abroad , 104
Invention, defined 100
Invention made abroad. . . . . . . . . . . . . . . . . . . . . . . . 104
Inventions promotion, improper and deceptive ..... 297
Inventions in outerspace _, ~ . . . . 105
Inventions patentable , 10I
Inventions previously patented abroad , 102
Inventive step : 103
Inventor:

Correction of patent 256
Death or incapacity. . . . . . . . . . . . . . . . . . . . . . .. 117
May obtain patent. 101
Oath for joint. , 116
Refuses to sign , 118
To make application , III

Inventor's certificate as reference.............•... 102
Inventor's certificate priority right. , 119
Issue ofpatent. , ,... 151
Issne fee . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 41

If not paid within three months, patent
withheld 151

Nonpayment. 41, 151
Payment of . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 151

J
Joint inventors . . . . . . .. . . . . . . . . . . . . . . . . .. 116, 256
Joint owners 262
Jurisdiction of District Court for District

of Columbia 32

K
Knowledge or.use in foreign country no bar

to patent. , . . . . . 102

L
Legal representative of dead or incapacitated

inventor. , , 117
Liability of States , . . . 296
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Libraries, public, copies of patents and published
applications for patents for 12,41

Library ; .. 7
License for foreign filing 184
Limitation on damages 154; 286, 287

M
Machines patentable 100
Maintenance fees .41(b)

Late payment. .41(c)
Manufactures patentable 101
Marking articles falsely as patented 292
Marking articles patented '.' 287
Misjoinder of inventor 116,202,256
Mistake in patent, certificate thereof issued .... 254, 255
Model, shall be furnished if required .........•.... 114
Money:

Paid by mistake or in excess, refunded 42
Received for fees, etc. to be paid into Treasury 42

Multiple dependent claim. . 112
Fee .41

Mutilation of records 18 UB-C. 2071

N
National Security 3, 122, 181
National stage of international

application '.' 371,372, 373
New matter inadmissible in reissue 251
New matter, may not be introduced by

amendment. 132
Nonjoinder of inventor 256
Nonobviousness 103
Nonprofit organization, defined " 200
Nonresident patentee 293
Notice as regards patents:

As to proof in infringement suits 282
Of allowance of patent. ..................•.. 151
Of appeal to the Court of Appeals for the

Federal Circuit. 142, 143
Of interference , , •......... 135
Of patent suit, decision to be given United

States Patent and Trademark Office by clerk
of conrt 290

Of rejection of an application ............•.... 132
Of suit to be entered on file of patent ........•. 290
To the pnblic by Federal agency .........•.•.. 209
To the public that invention is patented 287

Novelty 102

o
Oath in patent application. . . . . . . . . . . . .. . . .. 115, 152

Before whom taken in foreign countries 25, 115
Before whom taken in the United States 115
Declaration in lieu of . . . . . . . . . . . . . . . . . . . . . .. 25
Joint inventors 116
Must be made by inventor, if living. . . . . . . . . .. 115
Requirements of . . . . . . . . . .. . . . . . . . . . . . . . .. 115
To be made by legal representative if inventor

is dead or incapacitated . . . . . . . . . . . . . . . . . .. 117
Obviousness . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 103
Officer of United States Patent and Trademark

Office may attest patents 153
Officers and employees:

Of United States Patent and Trademark Office .... 3
Of United States Patent and Trademark Office,

restrictions on as to interests in patents 4
Official Gazette:

Exchange for publications ..... . . . . . . . . . . . . .. 11
Printing and distribution of. . . . . . . . . . . .. . . . . .. 11
Public Advisory Committee Report. . . . . . . . . . . . . 5

Owners, joint " . . 262
Ownership assignment. . . . . . . . . . . . . . . . . . . . . . . . 261

P
Paris Convention . . . . . . . . .. 119
Patent and Trademark Office: See United States

Patent and Trademark Office
Patent Cooperation Treaty:

Definitions 351
Patent fees 41

Disposition of. ' 42
Patent laws, printing of. . . . . . . . . . . . . . . . . . . . . . . .. 10
Patent pending, false marking as . . . . . . . . . . . . . . . . 292
Patent Public Advisory Committee 3, 5

Appointment, timing and basis. . . . . . . . . . . . . . . . . 5
Duties 5
Consultation with Director 3, 5

Patent term adjustment. , 154
Patentterm extension. . . . . . . . . . . . . . . . . . . . .. 155
Patent term extension application 156
Patentterm restoration 155A
Patentability, conditions for 102, 103
Patentable inventions 101
Patented article, marked as such. . . . . . . . . . . . . . . . . 287
Patentee:

Defined. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 100
Notified of interference 135

Patents:
Application for 111
Assignment of. . . . . . . . . . . .. . . . . . . . . . . . . . . . 261

. Based on international application 375
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Certified copies of. 9
Classification of , 8
Contents and duration of .•........• , ...•...... 154
Copies supplied to public libraries ...• " ..... 12,41
Copying claim of. ........................•135
Date, duration, and form : 154
Design (See Design patents)
Effect of adverse interference decision 135
Exchange of printed copies with f?reign coun-

tties 11
Fee on issning .41
Filing application in foreign country 184
For what granted , 101
Foreign knowledge Or use no bar to grant of. ' 102
How issued, attested, and recorded , 153
May be granted to assignee .........•... , , 152
May be withheld in certain cases ........• , .181
Obtainable by civil action , . .. ..145
Personal property 261
Presumption of validity 282
Plice of copies .4I(a)9
Plinting of '. 10
Reissuing of, when defective 251
Rights of invention made with federal assis-

tance 200- 212
Restrictions on officers and employees of

United States Patent and Trademark Office as
to interest in : 4

Surrender of, to take effect on reissue 251
Term ; 154,155, 166A, 156
Term adjustment 154

Term extension 155, 156
Term restoration '.•........ 155A
Time of issue, payment of issue fee .. '.....•..... 151
To be authenticated by seal of United States

Patent and Trademark Office .....•............ 2
When to issue ; •.. , .. 151
Withheld for nonpayment of issue fee •.. " ... ; , .151

Patent rights in inventions made with Federal
assistance , 200-212

Confidentiality :205
Definitions 201
Disposition of rights 202
Domestic and foreign protection of federally

owned inventions ,.. 207
Educational awards 212
March-in rights 203
Policy and objective of ..............•....•.... 200
Precedence of chapter over other Acts ....•. '... 210
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Preference for United States industry ....•..... 204
Regulations governing federal licensing ....•.. 208
Relationship to antitrust laws 211
Restrictions on licensing of federally owned

inventions. . . . . . . . . . . . . . . . . . . .. • . . . . . . . . 209
Uniform clauses and regulations 206

Period for response 21, 133
Photolithography, Headings of drawings

printed 10
Plant patents:

Claim 162, 164
Description 162, 163
Fees ; ; 41
Nature of right. .................•........ , 163
Plants patentable 161
Secretary of Agriculture to furnish information

and detail employees .. , . . . . . . . . . . . . . . .•. . . 164
Pleading and proof in action for infringement. . . . . . 282
Postal Service deposit. .........•........•....... 21
Practical application.defined '" 200
Pre-issuance opposition, when prohibited 122
Presumption of product made by patented process '.' 295
Presumption ofvalidity of patents . . . . . . . . . .. . . . . 282
Plinted publication bar to a patent . . . . . . . . . . . . . . . 102
Printing:

Decisions in patent cases 10
Of papers filed . . . . . . . . . . . . . . . . . . . . 22
United States Patent and Trademark Office 10

Plinting headings of drawings by United States
Patent and Trademark Office 10

Prior art, citation of 301
Pliorpatenting or publication bar to patent 102
Priority, foreign 119, 365
Pliority of invention : , 102
Priority of invention, determined by Board

ofPatent Appeals and Interferences ......•.... , 135
Pliority, right of, under treaty or law , 119

For design applications ..........• , . . .. . . • . . 172
Process defined. . . . . . . . . . . . . . . . .• . . . . . . . . . . . . 100
Process Patent Amendment Act of 1988 ..... '..... ·287
Processpatentable ................•.......... 101
Product made by patent process. . . . . . . . . . . . . . .. . 295
Property of United States Patent and

Trademark Office , . . . . . . 2
Provisional applications 111, 119
Provisional rights 154
Protest and pre-issuance opposition, when

prohibited 122
Public use or sale . . . . . . . .. . . . . . . . . . . . . • . . . 102

Of invention bar to a patent , 102
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Publication of international application, effect .....•. 374

Publication of patent applications 122, 181

Pnblications regarding patents and trademarks 10

R
Receiving Office 351,361,364,367,368
Recording ofassignments 261
Reexamination order by Director 304, 313
Reexamination procedure

Appeal 134, 141,306,315
Certificate of patentability,

unpatentability, and claim cancellation 307,316
Conduct of reexamination proceedings 305, 314

Determination of issue by Director 303, 312
Determination of new qnestion 303, 312

Ex Parte 302-307
Inter Partes 311-318

Wben probibited 317
Request 302, 311
Special dispatch 305,314
Stay oflitigation 318

Reexamination to be made after first rejection,
if desired 132

References, to be cited on examination 132
Refund of money paid by mistake or in excess 42
Reissue of patents:

Application fee AI(a)4
Application may be made by assignee in

certain cases 251
By reason of defective claims 251
Effect of. 252
For unexpired term of original patent 251

Intervening rights 252
Of defective patents 251
To contain no new matter 251

Rejection, applicant shall be notified of
reasons for 132

Remedy for infringement of patent 281
Removal of records 18 U.S.C. 2071
Report to Congress, annual 13
Request for reexamination proceeding 302, 311
Restoration of patent. . . . . . . . . . . . . . . . . . . . . . .. 155A
Restrictions on officers and employees of United

States Patent and Trademark Office as to
interest in patents '.' .. .4

Retention of revenue 2
Revival if delay unavoidable 133
Right offoreign priority 365

Right to compensation because of secrecy order 183
Rules for taking testimony, Director to establish 23
Rules of practice:

Authority for. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 2
Printing of. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 10

S
Saturday, time for action expiring on 21
Seal of United States Patent and Trademark Office 2
Secrecy of applications 122
Secrecy of certain inventions 181 - 188
Secrecy of international application 368
Secrecy order . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 181
Small business firm, defined 200
Small entity status 2,41
Specification(s):

Contents of . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 112
If defective, reissue to Correct. 251

Part of patent. . . . . . . . . . . . . . . . . . . . . . . . . . . . . 154
Printing of. 10,41
Uncertified copies, price of 41

Specimens, may be required 114
Statutory invention registration 157
Subpoenas to witnesses 24

Suit against the United States 286
Suit in equity (See Civil action)
Sunday, time for action expiring on 21
Surcharge for later filing of fee or oath 111

T
Term extension:

For administrative delays 154
For delays due to interference, secrecy orders,

andlor appellate review 154
Regulatory review 156

Term of patent:
Desigu 173
Disclaimer of 253
Extension 155, 156
Period 154
Restoration 155A

Testimony, rules for taking 23

Time:
Expiring on Saturday, Sunday, or holiday 21
For payment of issue fee. . . . . . . . . . . . . . . . . . .. 151
For taking action in Govermnent cases 267
Limitation on damages 286
Within which action must be taken 133
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Title of invention ............•................ 154
Trademark fees , , . .42(c)
Trademarks, reference to 1, 2, 3, 10
Translation error in international application 375

U
Unauthorized disclosure 182
Unauthorized person may not lawfully assist

persons in transaction of business before
the Office , .33

Under Secretary of Commerce for
Intellectual Property , 6

United States as designated office , .363
United States, defined 100
United States Patent and Trademark Office:

In Department of Commerce I
Library 7
Printing.. . , 10
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Rules, authority for. , 2
Seal of , 2

Unpatented article, penalty for deceptive marking 292
Use in foreign countries, no bar to grant of patent. ., 102

V
Verified translation requirement 372
Voluntary arbitration 294

W
Withdrawal of international application. ' 366
Withholding of patent. , 181
Witness:

Failing to attend or refusing to testify 24
Fees of, interference cases . . . . . . . . . . . . . . . . . . . 24
In interference summoned by clerk of United

States court. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 24
When in contempt, punishment . . . . . . . . . . . . . . . 24
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Appendix R PATENT RULES

Title 37- Code of Federal Regulations
Patents, Trademarks, and Copyrights

CHAPTER I - UNITED STATES PATENT
AND TRADEMARK OFFICE,

DEPARTMENT OF COMMERCE

SUBCHAPTER A - GENERAL

PATENTS

Part

1 Rules of practice in patent cases

3 Assignment, recording and rights of assignee

4 Complaints regarding invention promoters

5 Secrecy of certain inventions and licenses to export and
file applications in foreign countries

7 [Reserved]

Index I - Rules pertaining to patents

PRACTICE BEFORE THE
PATENT AND TRADEMARK OFFICE

10 Representation of others before the United States
Patent and Trademark Office

Index II - Rules relating to practice before the
United States Patent and Trademark Office

15 [Reserved]

15a [Reserved]

SUBCHAPTER B-GOVERNMENT
INVENTIONS JURISDICTION

100 [Reserved]

101 [Reserved]
102 Disclosure of government information

SUBCHAPTER C-PROTECTION OF
FOREIGN MASK WORKS

150 Requests for Presidential proclamations pursuant
to 17 U.S.C. 902(a)(2)

SUBCHAPTER A - GENERAL

PART 1- RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

Sec.
1.1 Addresses for correspondence with the Patent and

Trademark Office.
1.2 Business to be transacted in writing.
1.3 Business to be conducted with decorum and

courtesy.
1.4 Nature of correspondence and signature

requirements.
1.5 Identification of application, patent, or registration.
1.6 Receipt of correspondence.
1.7 Times for taking action; Expiration on Saturday,

Sunday, or Federal holiday.
1.8 Certificate of mailing or transmission.
1.9 Definitions.
1.10 Filing of papers and fees by "Express Mail."

RECORDS AND FILES OF THE
PATENT AND TRADEMARK OFFICE

1.11 Files open to the public.
1.12 Assignment records open to public inspection.
1.13 Copies and certified copies.
1.14 Patent applications preserved in confidence.
1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY

1.16 National application filing fees.
1.17 Patent application and reexantination

processing-fees.
1.18 Patent post allowance (including issue) fees.
1.19 Document supply fees.
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1.138 Express abandonment.
1.139 [Reserved]
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PETITIONS AND ACTION BY
THE COMMISSIONER

JOINDER OF INVENTIONS IN
ONE APPLICATION; RESTRICTION

1.141 Different inventions in one national application.
1.142 Requirement forresttiction.

1.143 Reconsideration of requirement.

1.144 Petition from requirement for resttiction.
1.145 Subsequent presentation of claims for different

invention.

1.146 Election of species.

DESIGN PATENTS

1.151 Rules applicable.
1.152 Design drawings.
1.153 Title, description and claim, oath or declaration.

1.154 Arrangement of application elements in a design
applications.

1.155 Expedited examination of design applications.

PLANT PATENTS

1.161 Rules applicable.
1.162 Applicant, oath or declaration.

1.163 Specification and arrangement of application
elements in.a plant application.

1.164 Claim.
1.165 Plant Drawings.
1.166 Specimens.
1.167 Examination.

REISSUES

1.171 Applicationfor reissue.

1.172 Applicants, assignees. ....
1.173 Reissue specification, drawings, and amendments.
1.174 [Reserved]
1.175 Reissue oath or declaration.
1.176 Examination of reissue.

1.177 Issuance of multiple reissue patents.
1.178 Original patent; continuing duty of applicant.
1.179 Notice of reissue application.
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1.181 Petition to the Comntissioner.

1.182 Questions not specifically provided for.

1.183 Suspension of rules.

1.184 [Reserved]

APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES

1.191 Appeal to Board of Patent Appeals and
Interferences.

1.192 Appellant's brief.

1.193 Examiner's answer and reply brief.

1.194 Oral bearing.

1.195 Affidavits or declarations after appeal.

1.196 Decision by the Board of Patent Appeals and
Interferences.

1.197 Action following decision.

1.198 Reopening after decision.

PUBLICATION OF APPLICATIONS

1.211 Publication of applications.

1.213 Nonpublication request.

1.215 Patent application publication.

1.217 Publication of a redacted copy of an application.

1.219 Early publication.

1.221 Voluntary publication or republication of patent
application publication.

MISCELLANEOUS PROVISIONS

1.248 Service of papers; manner of service; proof of
service in cases other than interferences.

1.251 Unlocatable file.

PROTESTS AND PUBLIC USE
PROCEEDINGS

1.291 Protests by the public against pending applications.

1.292 Public use proceedings.
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1.293 Statutory invention registration.

1.294 Examination of request for publicatiou of a statutory
iuventiou registration aud patent application to
which the request is directed.

1.295 Review of decision finally refusing to publish a
statutory invention registration.

1.296 Withdrawal of request for publication of statutory
invention registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND
TRADEMARK OFFICE DECISIONS

BY COURT

1.301 Appeal to U.S. Court of Appeals for the Federal
Circuit.

1.302 Notice of appeal.

1.303 Civil action under 35 U.S.C. 145, 146, 306.

1.304 Time for appeal or civil action.

ALLOWANCE ANDISSUE OF PATENT

1.311 Notice of Allowauce.

1.312 Amendments after allowance.

1.313 Withdrawal from issue.

1.314 Issuauce of patent.

1.315 Delivery of patent.

1.316 Application abaudoned for failure to pay issue fee.

1.317 Lapsed patents; delayed payment of balance of issue

fee.

1.318 [Reserved]

DISCLAIMER

1.321 Statutory disclaimers, including terminal
disclaimers.

CORRECTION OF ERRORS IN PATENT

1.322 Certificate of correction of Office mistake.

1.323 Certificate of correction of applicant's mistake.

1.324 Correction of inventorship in patent, pursuant to
35 U.S.c. 256.

1.325 Other mistakes not corrected.

ARBITRATION AWARDS

1.331 [Reserved]

1.332 [Reserved]

1.333 [Reserved]

1.334 [Reserved]

1.335 Filing of notice of arbitration awards

AMENDMENT OF RULES

1.351 Amendments to rules will be published.

1.352 [Reserved]

MAINTENANCE FEES

1.362 Time for payment of maintenauce fees.

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to accept aud record
payment of a maintenance fee filed prior to

expiration of patent.

1.378 Acceptance of delayed payment of maintenance fee
in expired patent to reinstate patent.

Subpart C - International Processing Provisions

GENERAL INFORMATION

1.401 Definitions of terms under the Patent Cooperation
Treaty.

1.412 The United States Receiving Office.

1.413 The United States International Searching Authority.

1.414 The United States Patent aud Trademark Office as a
Designated Office or Elected Office.

1.415 The International Bureau.

1.416 The United States International Prelimiuary
Examiuiug Authority.

1.417 Submission of trauslatiou of internatioual
application.
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1.419 Display of currently valid control number under the
Paperwork Reduction Act.

WHO MAY FILE AN INTERNATIONAL
APPLICATION

1.421 Applicant for international application.
1.422 When the inventor is dead.

1.423 When the inventoris insane or legally incapacitated.
1.424 Joint inventors.

1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION

1.431 International application requirements.

1.432 Designation of States and payment of designation
and confirmation fees.

1.433 Physical requirements of international application.

1.434 The request.
1.435 The description.
1.436 The claims.
1.437 The drawings.

1.438 The abstract.

FEES

1.445 International application filing, processing and
search fees.

1.446 Refund of international application filing and
processing fees.

PRIORITY

1.451 The priority claim and priority document in an
international application.

REPRESENTATION

1.455 Representation in international applications. :

TRANSMITTAL OF RECORD COPY

1.461 Procedures for transmittal of record copy to the
International Bureau.
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TIMING

1.465 Timing ofapplication processing based on the
priority date.

1.468 Delays in meeting time limits.

AMENDMENTS

1.471 Corrections and amendments during international
processing.

1.472 Changes in person, name, or address of applicants
andinventors.

UNITY OF INVENTION

1.475 Unity of invention before the International
Searching Authority, the International Preliminary
Examining Authority and during the national stage.

1.476 Determination of unity of invention before the
International Searching Authority.

1.477 Protest to lack of unity of invention before the
International Searching Authority.

INTERNATIONAL PRELIMINARY
EXAMINATION

1.480 Demand for international preliminary examination.

1.481 Payment of international preliminary examination
fees.

1.482 International preliminary examination fees.

1.484 Conduct of international prelinlinary examination.

1.485 Amendments by applicant during international
preliminary examination.

1.488 Determination of unity of invention before the
International Preliminary Examining Authority.

1.489 Protest to lack of unity of invention before the
International Preliminary Examining Authority.

NATIONAL STAGE

1.491 National stage commencementand entry.

1.492 National stage fees.

1.494 Entering the national stage in the United States
of America as a Designated Office.
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1.495 Entering the national stage in the United States of

America as an Elected Office.

1.496 Examination ofinternational applications in the
national stage.

1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

1.499 Unity of invention during the national stage.

Subpart D - Ex Parte Reexamiuation of Patents

CITATION OFPRIOR ART

1.501 Citation of prior art in patent files.

1.502 Processing of prior art citations during an ex parte

reexamination proceeding.

REQUEST FOR REEXAMINATION

1.510 Request for ex parte reexamination.

1.515 Determination of the request for ex parte

reexamination.
1.520 Ex parte reexamination at the initiative of

theCommissioner.
1.525 Order for ex parte reexamination.

1.530 Statement by patent owner in ex parte
reexamination; amendment by patent ownerin ex
parte or interpartes reexamination; inventorship
change in ex parte or inter partes reexamination.

1.535 Reply by third party requester in ex parte

reexamination.
1.540 Consideration of responses in ex parte

reexamination.
1.550 Conduct of ex parte reexamination proceedings.

1.552 Scope of reexamination in ex parte reexamination

proceedings.

1.555 Information material to patentability inex parte
reexamination and inter partes reexamination
proceedings.

1.560 Interviews in ex parte reexamination proceedings.

1.565 Concurrent office proceedings which include an
ex parte reexamination proceeding.

1.570 Issuance of ex parte reexamination certificate
after ex parte reexamination proceedings.

Subpart E - Interferences

1.601 Scope of rules, definitions.

1.602 Interest in applications and patents involved in an

interference.
1.603 Interference between applications; subject matter of

the interference.
1.604 Request for interference between applications by an

applicant.

1.605 Suggestion of claim to applicant by examiner.

1.606 Interference between an application and a patent;

subject matter of the interference.

1.607 Request by applicant for interference with patent.

1.608 Interference between an application and a patent;
prima facie showing by applicant.

1.609 [Reserved]

1.610 Assignment of interference to administrative patent
judge, time period for completing interference.

1.611 Declaration of interference.

1.612 Access to applications.

1.613 Lead attorney, same attorney representing different

parties in an interference, withdrawal of attorney or

agent.
1.614 Jurisdiction over interference.
1.615 Suspension of ex parte prosecution.

1.616 Sanctions for failure to comply with rules or order
or for taking and maintaining a frivolous position.

1.617 Summary judgment against applicant.

1.618 Return of unauthorized papers.

1.621 Preliminary statement, time for filing, notice of

filing.
1.622 Preliminary statement, who made invention,

where invention made.

1.623 Preliminary statement; invention made in

United States, a NAFfA country, or a WTO
membercountry.

1.624 Preliminary statement; invention made in a place
other than the United States, a NAFTA country,

or a WTO member country.
1.625 Preliminary statement; derivation by an opponent

1.626 Preliminary statement; earlier application.

1.627 Preliminary statement; sealing before filing,
opening of statement.

1.628 Preliminary statement; correction of error.

1.629 Effect of preliminary statement.

1.630 Reliance on earlier application.

1.631 Access to preliminary statement, service of

preliminary statement.
1.632 Notice of intent to argue abandonment, suppression

or concealment by opponent.

1.633 Preliminary motions.
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1.634 Motion to correct inventorship.

1.635 Miscellaneons motions.

1.636 Motions, time for filing.

1.637 Content of motions.

1.638 Opposition and reply; time for filingopposition and
reply.

1.639 Evidence in support of motion, opposition, or reply.

1.640 Motions, hearing and decision, redeclaration
of interference, order to show cause.

1.641 Unpatentability discovered by administrative patent
judge.

1.642 Addition of application or patent to interference.

1.643 Prosecution of interference by assignee.

1.644 Petitions in interferences.

1.645 Extension of time, late papers, stay of proceedings.

1.646 Service of papers, proof of service.

1.647 Translation of document in foreign language.

1.651 Setting times for discovery and taking testimony,
parties entitled to take testimony.

1.652 Judgment for failure to take testimony or file record.

1.653 Record and exhibits.

1.654 Final hearing.

1.655 Matters considered in rendering a final decision.

1.656 Briefs forfinal hearing.

1.657 Burden of proof as to date ofinvention,

1.658 Final decision.

1.659 Recommendation.

1.660 Notice of reexamination, reissue, protest, or

litigation.

1.661 Termination of interference after judgment.

1.662 Requestfor entry of adverse judgment; reissue
filed by patentee.

1.663 Statos of claim of defeated applicant after
interference.

1.664 Action after interference.
1.665 Second interference.

1.666 Filing of interference settlement agreements.

1.671 Evidence inust comply with rules.

1.672 Manner of taking testimony.
1.673 Notice of examination of witness,

1.674 Persons before whom depositions may be taken.

1.675 Examination of witoess, reading and signing

transcript of deposition.

1.676 Certification and filing by officer, marking exhibits.

1.677 Form of an affidavit or atranscript of deposition.

1.678 .Time for filing transcript of deposition.
1.679 Inspection of transcript.

1.682 [Reserved]
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1.683 [Reserved]
1.684 [Reserved]

1.685 Errors and irregnlarities in depositions.

1.687 Additional discovery.
1.688 [Reserved]

1.690 Arbitration of interferences.

Subpart F • Adjustment and
Extension of Patent Term

ADJUSTMENT OF PATENT TERM
DUE TO EXAMINATION DELAY

1.701 Extension of patent term due to examination delay
under the Urugnay Round Agreements Act (original

applications, other than designs, filed on or after
June 8, 1995, arid before May 29, 2000).

1.702 Grounds for adjustment of patent term due to
examination delay under the Patent Term Guarantee
Act of 1999 (original applications, other than

designs, filed on or after May 29, 2000).
1.703 Period of adjustment of patent term due to

examination delay.

1.704 Reduction of period of adjustment of patent term.
1.705 Patent term adjustment determination.

EXTENSION OF PATENT TERM
DUE TO REGULATORY REVrnW

1.710 Patents subject to extension ofthe patent term.
1.720 Conditions for extension of patent term,
1.730 Applicant for extension of patent term; signatore

requirements.
1.740 Formal requirements for application for extension of

patent term; correction of iuformalities.
1.741 Complete application given a filing date; petition

procedure.
1.750 Determination of eligibility for extension of

patent-term.
1.760 Interim extension of patent term under

35 U.S.c. 156(e)(2),
1.765 Duty of disclosure in patent term extension

proceedings.
1.770 Express withdrawal of application for extension of

patent term.
1.775 Calculation of patent term extension for a human

drug, antibiotic drug, or human biological product. .
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1.776 Calculation of patent.term extension for a food
additive or color additive.

1.777 Calculation ofpatent term extension for a medical

device.

1.778 Calculation of patent term extension for an animal

drug product.
1.779 Calculation of patent term extension for a veterinary

biological product.

1.780 Certificate or order of extension of patent term.

1.785 Multiple applications for extension of term of the
same patent or of different patents for the same
regulatory review period for a product.

1.790 Interimextension of patent term under
35 us.c. 156(d)(5)

1.791 Terntination of interim extension grantedprior to
regulatory approval of a productfor commercial

marketing or use.

Subpart G - Biotechnology Invention Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological material.
1.802 Need or oppormnity to make a deposit.

1.803 Acceptable depository.
1.804 Time of making an original deposit.
1.805 Replacement or supplement of deposit.

1.806 Term of deposit.
1.807 Viability of deposit.
1.808 Furnishing of samples.

1.809 Examination procedures.

APPLICATION DISCLOSURES
CONTAINING NUCLEOTIDE ANDIOR

AMINO ACID SEQUENCES

1.821 Nucleotide andlor amino acid sequence disclosures
in patent applications.

1.822 Symbols and format to be used for nucleotide
andlor amino acid sequence data.

1.823 Requirements for nucleotide andlor amino acid
sequences as part of the application.

1.824 Form and format for nucleotide and/or amino acid
sequence submissions in computer readable form.

1.825 Amendments to or replacement of sequence listing
and computer readable copy thereof.

Appendix A - Sample Sequence Listing

Subpart H - InterPartes Reexamination
of Patents that Issued From an Original
Application Filed in the United States on

or After November 29, 1999

PRIOR ART CITATIONS

1.902 Processing of prior art citations during an

inter partes reexamination proceeding.

REQUIREMENTS FOR INTER PARTES
REEXAMINATION PROCEEDINGS

1.903 Service of papers on parties in inter partes

reexamination.

1.904 Notice of inter partes reexamination in

Official Gazette.

1.905 Submission of papers by the public in inter

partes reexamination.

1.906 Scope of reexamination in inter partes

reexamination proceeding,

1.907 Inter partes reexamination prohibited.

1.913 Persons eligible to file request for inter partes

reexamination.

1.915 Content of request for inter partes reexamination.

1.919 Filing date of request for inter partes reexamination.

1.923 Examiner's determination on the request for inter

partes reexamination.

1.925 Partial refund if request for inter partes

reexamination is not ordered.

1.927 Petition to review refusal to order inter

partes reexamination.

INTER PARTES REEXAMINATION
OF PATENTS

1.931 Order for inter partes reexamination.

INFORMATION DISCLOSURE IN
INTER PARTES REEXAMINATION

1.933 Patent owner duty of disclosure in inter partes

reexamination proceedings.
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OFFICEACTIONS AND RESPONSES
(BEFORE THE EXAMINER) IN INTER

PARTES REEXAMINATION

APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES IN

INTER PARTES REEXAMINATION

INTERVIEWS PROHIBITED ININTER
PARTES REEXAMINATION

1.935

1.937

1.939

1.941

1.943

1.945

1.947

1.948

1.949

1.951

1.953

Initial Office actionnsnally accompanies order for
inter partes reexamination.

Conduct of inter partes reexamination.

Unauthorized papers in··inter'partes-reexamiriation.
Amendments bypatentOwner in inter partes

reexamination.

Requirements of responses, writtencomments, .and
briefs in inter partes reexamination.

Response to Office action by patent owner in
inter partes reexamination.

Comments by third party requester to patent

owner's response in inter partes reexamination.

Limitations on submission of prior art by third
party reqnester following the order for inter

partesreexamination,

Examiner's Office action closing prosecution in
interpartes reexamination.

Options after Office action dosing prosecution

in inter partes reexamination.

Examiner's Right of Appeal Notice in inter

paries reexamination.

1.959 Notice of appeal and cross appeal to Board of

Patent Appeals and Interferences in inter
partes reexamination.

1.961 Jurisdiction over appeal in inter partes
reexamination;

1.962 Appellant and respondent in inter partes

reexamination defined.

1.963 Time for filing briefs in inter partes reexamination.

1.965 Appellant's brief in inter partes reexamination.

1.967 Respondent's briefin inter partes reexamination.

1.969 Examiner's answerin inter partes reexamination.

1.971 Rebuttal brief in inter partes reexamination.

1.973 Oral hearing in inter partes reexamination.

1.975 Affidavits or declarations after appeal in inter

partes ~eexami?ati~n.

1.977 Decision by the Board of Patent Appeals and
Interferences; remand to examiner in inter

partes reexamination.

1.979 Action following decision by the Board of Patent
Appeals and Interferences or dismissal of appeal in
inter partes·reexamination.

1.981 Reoperring after decision by the Board of Patent
Appeals and Interferences in inter partes

reexamination.

1.955 Interviews prohibited in inter partes reexamination

proceedings.

EXTENSIONS OF TIME, TERMINATION
OF PR()GEEDINGS, AND PETITIONS

TO REVIVEININTERPARTES
REEXAMINATION

1.956 Patent owner extensions of time in inter partes

reexamination.

1.957 Failure to file a timely, appropriate or complete

response or comment in inter partes reexamination.

1.958 Petition to revive terminated inter partes

reexamination or claims terminated for lack of
patent owner response.
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PATENT OWNER APPEAL TO THE
UNITED STATES COURT OF APPEALS

FOR THE FEDERAL CIRCUIT IN
INTER PARTES REEXAMINATION

1.983 Patent owner appeal to the Urrited States Court
of Appeals for the Federal Circuit in inter

panes reexamination,

CONCURRENT PROCEEDINGS
INVOLVING SAME PATENT IN

. INTER PARTES REEXAMINATION

1.985 Notification ofprior or concurrent proceedings
in inter partes reexamination.
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PATENT RULES § 1.1

REEXAMINATION CERTIFICATE IN
. INTER PARTES REEXAMINATION

1.987

1.989
1.991

1.993

1:995

Suspension.of interpartes.reexaminationproceeding
due to litigation.
Merger of concurrentreexaminationproceedings.
Mergerof co~cllrrent reissue application and inter

partes reexaminationproceeding.
Suspensionof concurrent interference arid inter

partesreexaminationproceeding,

Thirdpartyrequester'sparticipationrightspreserved
in mergedproceeding.

(ii) Send trademark-related documents for
the Assignment Division to record to: Commissioner
of Patents and Trademarks, Box Assignment, Wash
ington, DC 20231.

(iii) Send requests for certified or uncerti
fied copies of trademark applications and registra
tions, other than coupon orders for uncertified copies
of registrations, to: Commissioner of Patents and
Trademarks; Box 10, Washington, DC 20231.

(iv) Send requests for coupon orders for
uncertified copies Of registrations to: Commissioner
of Patents and Trademarks, Box 9, Washington, DC
20231.

1.997 Issuanceof inter partes reexamination certificate.

SUBCHAPTERA~GENERAL

PART1-RULES OFPRA.CTICE IN
PATENT CASES

Subpart A - .: General Proviskms
GENERAL INFORMATION AND

CORRESPONDENCE

§ 1.1 .Addresses for correspondence with the
Patent and Trademark Office.

(a) Except for § 1.1(a)(3) (i) and (ii); all corre
spondence intended for the ·Patent and Trademark
Office must be addressed to either "Commissioner ·of
Patents and Trademarks, Washington; DC 20231" or
to specific areas within the Office as setout in para
graphs (a) (1), (2) and (3)(iii) of this section, When
appropriate. correspondence should also be marked
for the attention of a particular office or individual.

(1) Patent correspondence. All-.correspon
dence concerning patentmatters processed byorgani
zations reporting to the Assistant Commissioner for
Patents should be addressed to "Assistant Commis
sioner for Patents, Washington, DC 20231."

(2) Trademark correspondence.
(i) Send all trademark filings and corre

spondence, except as specified below or 'unlesssub"
mitting electronically, to: Assistant Commissioner for
Trademarks; 2900 Crystal Drive, Arlington, Virginia
22202-3513.

(v) An applicant may tra~smit tlI1 applica
tion for trademark registration electronically, but only
if the applicant uses the Patent and Trademark
Office's electronic form.

(3) Office ofSolicitor correspondence.

(i) Correspondence relating to pending lit
igation requir~d by court rule or order 10 be served on
the Solicitor shall be hand-delivered to the Office of
the Solicitor or shall be.~ailed to.Dfficeofthe Solic
itor, P.O. Box 15667, Arlington, Virginia 22215; or
such othera~dress as may be designated in writing in
the litigati()n: See §§ 1.302(c) and 2.l45(b)(3) for fil
ing a notice of appeal to the U.S. Court of Appeals for
the Federal Circuit.

(ii) Correspondence relating to ~isciplinary
proceedings pending before an Administrative Law
Judge or the Commissioner shall be mailed to: Office
of the Solicitor, P.O. Box 16116, Arlington, Virginia
22215.

. (iii) .' All other correspondence to the Office
ofthe Solicitor shall be addressed to: Box 8, Commis
sioner of Patents and Trademarks, Washington, DC
20231.

(iv) Correspondence improperly addressed
to a PostOffice Box specified in paragraphs (a)(3) (i)
and (ii) of this section will not be filed elsewhere iu
the Patent. and Trademark Offi~e, and may be
returned.

(b) Letters .and other communications relating
to· international applications during the .intemational
stage and prior to the assignment of a national serial
number should be; additionally marked "Box PCT."

(c) Requests for reexamination should be addi
tionallymarked"Box Reexam.'
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§ 1.2 MANUAL OF PATENT EXAMlNlNGPROCEDURE

\

(d) Payments of maintenance fees in patents
and other communications relating thereto should be
additionally marked "Box M. Fee."

(e) Communications relating to interferences
and applications or patents involved in an interference
should be additionally marked "BOX INTERFER
ENCE."

(f) All applications for extension of patent term
and any communications relating thereto intended for
the Patent and Trademark Office should be addition
ally marked "Box Patent Ext." When appropriate, the
communication should also be marked to the attention
of a particular individual. as where a decision has
been rendered.

(g) [Reserved]
(h) In applications under section 1(b) of the

Trademark Act, 15 V.S.C. 1051(b), all statements of
use filed under section 1(d) of the Act, and requests
for extensions of time therefor, should be additionally
marked "Box ITV."

(i) The filing of all provisional applications and
any communications relating thereto should be addi
tionally marked "Box Provisional Patent Applica
tion."

NOTE.-Sections 1.1 to 1.26 are applicable to
trademark cases as well as to national and interna
tional patent cases except for provisions. specifically
directed to patent cases. See § 1.9 for definitions of
"national application" and "international application."

[46 FR 29181, May 29, 1981; para. (d) added, 49FR
34724, Aug. 31, 1984, effective Nov. 1, 1984; para. (e),
49 FR 48416, Dec.12, 1984,effective Feb. 11, 1985;para.
(f) added, 52 FR 9394, Mar. 24, 1987; para. (g) added,
53 FR 16413, May 9, 1988;para. (h) added, 54FR 37588,
Sept. 11, 1989,effectiveNov. 16, 1989;para. (i) added, 60
FR 20195, Apr. 25, 1995, effectiveJune 8, 1995;para. (a)
revised and para. (g) removed and reserved, 61 FR 56439,
Nov. 1, 1996, effective Dec. .2, 1996; para. (b) revised,
64 FR 48900,Sept. 8, 1999,effectiveOct. 30, 1999]

§ 1.2 Business to be transacted in writing.
All business with the Patent and Trademark Office

should be transacted in writing. The personal atten
dance of applicants or their attorneys or agents at the
Patent and Trademark Office is" unnecessary. The
action of the Patent and Trademark Office will be
based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise,

stipulation, or understanding in relation to which there
is disagreement or doubt.

§ 1.3 Business' to be conducted with decorum
and courtesy.

Applicants and their attorneys or agents are
required to conducttheir business with the Patent and
Trademark Office with decornm and courtesy. Papers
presented in violation of this requirement will be sub
mitted to the Commissioner and will be returned by
the Commissioner's direct order. Complaints against
examiners and other employees must be made in cor
respondence separate from other papers.

[Amended, 61 FR56439, Nov. 1, 1996,effectiveDec.
2, 1996]

§ 1.4 Nature of correspondence and signature
requirements.

(a) Correspondence with the Patent and Trade
mark Office comprises:

(1) Correspondence relating to services and
facilities of the Office, such as general inquiries,
requests for publications supplied by the Office,
orders for printed copies'of patents or trademark reg
istrations, orders for copies of records, transmission
of assigmnents for recording, and the like, and

(2) Correspondence in and relating to a par
ticular application or other proceeding in the Office.
See particularly the rules relating to the filing, pro
cessing, or other proceedings of national applications
in subpartB, §§ 1.31 to 1.378; of international appli
cations in subpart C, §§ 1.401 to 1.499; of ex parte
reexaminations of patents in subpart D, §§ 1.501 to
1.570; of interferences iu subpart E, §§ 1.601 to
1.690; of extension of patent term in subpart F,
§§ 1.710 to 1.785; of inter partes reexaminations of
patents in subpart H, §§ 1.902 to 1.997; and of trade
mark applications §§ 2.11 to 2;189.

(b) Since each file must be complete in itself, a
separate copy of every paper to be filed in a patent or
trademark application, patent file, trademark registra
tion file, or other proceeding must be furnished for
each file to which the paper pertains, even though the
contents of the papers filed in two or more files may
be identical. The filing of duplicate copies of corre
spondence in the file of an application, patent, trade
mark registration file, or other proceeding should be
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PATENT RULES § 1.5

avoided, except in situations in which the Office
reqnires the filing of duplicate copies. The Office may
dispose of duplicate copies of correspondence inthe
file of an application, patent, trademark registration
file, or other proceeding.

(c) Since different matters may be considered
by different branches or sections of the United States
Patent and Trademark Office, each distinct subject,
inquiry or order must be contained in a separate paper
to avoid confusion and delay in answering papers
dealing with different subjects.

(d)(I) Each piece of correspondence, except as
provided in paragraphs (e) and (f) of this section, filed
in an application, patent file, trademark registration
file, or other proceeding in the'Office Which requires a
person's signature, must: ....

(i) Be anoriginal, that is.have an original
signature personally signed in permanent ink by that
person; or

(ii) Be a direct or indirect copy, such as a
photocopy or facsimile transmission (§ 1.6(d», of an
original. In the event thatacopy of the original is
filed, the original .should be retained as evidence of
authenticity. Ifa question of authenticity arises, the
Office may require submission of the original; or .

(iii) Where an electronically transmitted
trademark filing is permitted, the person who signs
the filing must either .... ..

(A). . Place a symbolcomprised of num
bers and/or letters between two forward slash marks
in the signature blo~k·on the electronic submission;
and print, sign and date in permanent ink, and main
tain a paper copy of the electronic submission; or

(B) Sign the verified . statement using
some other form of electronic signature specified by
the Commissioner.

(2) The presentation to the Office (whether
by signing, filing, submitting, orlater advocating) of
any 'paper by a party, whether a practitioner or non
practitioner, constitutes a certification under
§ 10.18(b) of this chapter. Violations of § 1O.18(b)(2)
of this chapterby a party, whether a practitioner or
non-practitioner, may result in the imposition of sane
tionsunder § 10.18(c) of this chapter. Any practitio
ner violating § 1O.18(b) may also be subject to
disciplinary action. See§§ 10.I8(d)and 10.23(c)(15).

(e) Correspondence requiring person's signa
ture and relating to registration practice before the

Patent and .Trademark Office in patent cases, enroll
ment and disciplinary .investigations, .or disciplinary
proceedings must be submitted with an original signa
ture personally signed in permanent ink by that per
son.

(f) When a document that is required by statute
to be certified must be filed, a copy, including a pho
tocopy or facsimile transmission, of the certification
is not acceptable.

(g) . An applicant who has not made of record a
registered attorney or agent may be required to state
Whether assistance was received in the preparation or
prosecution of the patent application, for which any
compensation or consideration was given or charged,
and if so, to disclose the name or names of the person
or persons providing such assistance. Assistance
includes the preparation for the applicant of the speci
fication and amendments or other papers to be filed in
the Patent and Trademark Office, as well as other
assistance in such matters, but does not include
merely making drawings by draftsmen or steno
graphic services in typing papers.

[24 FR 10332, Dec. 22, 1959; 43FR 20461, May 11,
1978; para; (a), 48 FR 2707, Jan. 20, 1983, effective Feb.
17. 1983; para. (a), 49 FR 48416, Dec. 12, 1984, effective
Feb. n, 1985; para. (a)(2), 53 FR 47807, Nov. 28, 1988,
effective Jan. 1, 1989; paras. (d)-(t) added, 58 FR 54494,
Oct. 22, 1993, effective Nov. 22, 1993; para.. (d)revised
& para. (g) added, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; paras. (a)(2) and(d)(I) revised, 64FR 48900,
Sept. 8, 1999, effective Oct. 30, 1999; paras; (b) and (c)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para, (a)(2) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb.. 5,2001]

§ 1.5 Identification of. application, patent, or
registration.

(a) No correspondence relating to an applica
tion ~hould be filed prior to receipt of the application
number from the Patent and Trademark Office. When
a letter directed to the Patent and Trademark Office
concerns a previously filed application for a patent, it
must identify on the top page in a conspicuousloca
tion,the application number (consisting of the series
code and the serial number; e.gc;07/123,456), or the
serial number and filing date assigned to that applica
tion by the Patent and Trademark Office, or the inter
national application number oftheintemational
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§1.6 MANUAL OF PATENT EXAMIN1NG PROCEDURE

application. Any correspondence not containing snch
identification will be returned to the sender where a
return address is available. The returned correspon
dence will be accompanied with a cover letter which
will indicate to the sender that if the returned corre
spondence is resubmitted to the Patent and Trademark
Office within two weeks of the mail date on the cover
letter, the original date of receipt of the correspon
dence will be considered by the Patent and Trademark
Office as the date of receipt of the correspondence.
Applicants may nse either the Certificate of Mailing
or Transmission procedure under § 1.8 or the Express
Mail procedure under § 1.10 for resubmissionsof
returned correspondence if they desire to have the
benefit of the date of deposit in the United States
Postal Service. If the returned correspondence is not
resubmitted within the two-week period, the date of
receipt of the resubmission will be considered to be
the date of receipt of the correspondence. The two
week period to resubmit the returnedcorrespondence
will not be extended. In addition to the application
number, all letters directed to the Patent and Trade
mark Office concerning applications for patent should
also state the name of the applicant, the title of the
invention, the date of filing the same, and, if known,
the group art unit or other unit within the Patent and
Trademark Office responsible for considering the let
ter and the name of the examiner or other person to
which it has been assigned.

(b) When the letter concerns a patent other than
for purposes of paying a maintenance fee, it should
state the number and date of issue of the patent, the
name of the patentee.: and the title of the invention.
For letters concerning payment of a maintenance fee
in a patent, see the provisions of § 1.366(c).

(c)(1) A letter about a trademark application
should identify the serial number, the name of the
applicant, and the mark.

(2) A letter about a registered trademark
should identify the registration number, the name of
the registrant, and the mark.

(d) A letter relating to a reexamination proceed
ingshould identify it as such by the number of the
patent undergoing reexamination, the reexamination
request control number assigned to such proceeding,
and, if known, the group art unit and name of the
examiner to which it been assigned.

(e) When a paper concerns an interference, it
should state the names of the parties and the number
of the interference. The name of the examiner-in-chief
assigned to the interference (§ 1.610) and the name of
the party filing the paper should appear conspicuously
on the first page of the paper.

(f) When a paper concerns a provisional appli
cation, it should identify the application as such and
include the applicatioll number.

[24 FR 10332, Dec. 22, 1959; 46 FR 29181, May 29,
1981; para. (a),49 FR 552, Jan. 4, 1984, effective Apr. 1,
1984; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb.
11, 1985; paras. (a) & (b), 53 FR 47807, Nov. 28, 1988,
effective Jan, 1, 1989; para. (a) revised, 58 FR 54494, Oct.
22, 1993, effective Nov. 22, 1993; para. (f) added, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; para. (a)
amended, 61 FR 56439, Nov: 1, 1996, effective Dec. 2,
1996; para. (c) revised, 64 FR 48900, Sept. 8, 1999, effec
tive Oct. 30, 1999]

§ 1.6 Receipt of correspondence.

(a) Date of receipt and Express Mail date of
deposit. Correspondence received in the Patent and
Trademark Office is stamped with the date of receipt
except as follows;

(I) The Patent and Trademark Office is not
open for the filing of correspondence on any day that
is a Saturday, Sunday, or Federal holiday within the
District of Columbia. Except for correspondence
transmitted by facsimileuuder paragraph (a)(3) of this
section, or filed electronically under paragraph (a)(4)
of this section, no correspondence is received in the
Office..on Saturdays, Sundays,or Federal holidays
within the District of Columbia.

(2) Correspondence filed inaccordance with
§ 1.10 will be stamped with the date .of deposit as
"Express Mail" with the United States Postal Service.

(3) Correspondence transmitted by facsimile
to the Patent and Trademark Office will be stamped
with the date on which the complete transmission is
received in the Patent and Trademark Office unless
that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the
date stamped will be the next succeeding day which is
not a Saturday, Sunday, or Federal holiday within the
District of Columbia.
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(4) Trademark-related correspondence trans
mitted electronically will be stamped with the date on
which the Office receives the transmission.

(b) Patent and Trademark Office Post Office
pouch. Mail placed in the Patent and Trademark
Office pouch up to midnight on any day, except Satur
days, Sundays, and Federal holidays within the Dis
trict of Columbia, by the post office at Washington,
DC, serving thePatent and Trademark Office, is con
sidered as having been received in the Patent and
Trademark Office on the day it was so placed in the
pouch by the U.S. PostalService.

(c) Correspondence delivered by hand. In addi
tion to being mailed, correspondence may be deliv
ered by hand during hours the Office is open to
receive correspondence.

(d) Facsimile transmission. Except in the cases
enumerated below, correspondence, including autho
rizations .to charge a deposit account, may be trans
mitted by facsimile. The receipt date accorded to the
correspondence will be the date on which the com
plete transmission is received in the Patent and Trade
mark Office, unless that dateis a Saturday, Sunday, or
Federal holiday within the District of Columbia. See
§ 1.6(a)(3). To facilitate proper processing, each
transmission session should be limited to correspon
dence to be filed in a single application or other pro
ceeding before the Patent and Trademark Office. The
application number of a patent or trademark applica
tion, the control number of a reexamination proceed
ing, the interference number of an interference
proceeding, the patent nl;lmber of a patent, or the reg
istration number of a trademark should be entered as a
part of the sender's. identification on a facsimile cover
sheet. Facsimile transmissions are not permitted and,
if submitted, will not be accorded a date of receipt in
thefollowing situations:

(I) Correspondence as specified in § 1.4(e),
requiring an original signature;

(2) Certified. documents as specified in
§1.4(±);

(3) Correspondence which cannot receive the
benefit of the certificate of mailing or transmission as
specified in § 1.8(a)(2)(i)(A) thtough (D) and (F),
§ 1.8(a)(2)(ii)(A), and § 1.8(a)(2)(iii)(A), except that
a continued prosecution application under§ 1.53(d)
may be transmitted to the Office by facsimile;

(4) Drawings submitted under §§ 1.81, 1.83
through 1.85, 1.152, 1.165, 1.174, 1.437,2.51,2.52,
or 2.72;

(5) A request for reexamination under
§ 1.510 or § 1.913;

(6) Correspondence to be filed in a patent
application subject to a secrecy order under §§ 5.1
thtough 5.5 of this chapter and directly related to the
secrecy order content of the application;

(7) Requests for cancellation or amendment
of aregistrarion under section 7(e) of the Trademark
Act, 15 U.S.C. I057(e); and certificates of registra
tion surrendered for cancellation or amendment under
sectloI17(e) of the Trademark Act, 15 U.S.C. 1057(e);

(8) Correspondence to be filed with the
Trademark Trial and Appeal Board, except the notice
of ex parte appeal;

(9) Correspondence to be filed in an interfer
ence proceeding which consists of a preliminary state
mentunder § 1.621; a transcript of a deposition under
§1.676 or of interrogatories, or cross-interrogatories;
or an evidentiary record and exhibits under § 1.653.

(e) Interruptions in U.S. Postal Service. If
interruptions or emergencies in the United States
Postal Service which have been so designated by the
Commissioner occur, the Patent and Trademark
Office willconsider as filed on a particular date in the
Office any correspondence which is:

(I) Promptly filed after the ending of the des
ignated interruption or emergency; and

(2) Accompanied by a statement indicating
that such correspondence would have been filed on
that particular date if it were not for the designated
interruption or emergency in the United States Postal
Service.

(f) Facsimile transmission of a patent applica
tion under § 1.53(d). In the event that the Office has
no evidence of receipt of an application under
§ 1.53(d)(a continued prosecution application) trans
mitted to the Office by facsimile transmission, the
party who transmitted the application under § 1.53(d)
may petitiontheCommissioner to accord the applica
tion under § 1.53(d) a filing date as of the date the
application under § 1.53(d) is shown to have been
transmitted to and received in the Office,

(I) Provided that the party who transmitted
such application under § 1.53(d):
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(i) Informs the Office of the previous
transmission of the application under § 1.53(d)
promptly after becomiug aware that the Office has no
evidence of receipt of the application under §1.53(d);

(ii) Supplies an additional copy of the pre
viously transmitted application under § 1.53(d); and

(iii) Includes a statemeut which attests on a
personal knowledge basis or to the satisfaction of the
Commissioner to the previous transmission of the
application under § 1.53(d) and is accompanied by a
copy of the sending unit's report confirming transmis
sion of the application under § 1.53(d) or evidence
that came into being after the complete transmission
and within <.me business day of the complete transmis
sion of the application under § 1.53(d).

(2) The Office may require additional evi
dence to determine if the application under § 1.53(d)
was transmitted to and received in the Office on the
date in question.

[48 FR 2707, Jan. 20; 1983, effective Feb; 27, 1983;
48 FR 4285, Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4,
1984, effective ApL I, 1984; revised, 58 FR 54494, Oct.
22, 1993, effective Nov. 22, 1993; para. (a) amended, 61
FR56439, Nov. 1, 1996, effective Dec. 2, 1996; paras.
(d)(3), (d)(6) & (e) amended.para. (f) added, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; para (a)(I) revised
and para: (a)(4) added, 64 FR 48900, Sept. 8, 1999, effec
tive Oct. 30, 1999;para.(d)(9) revised, 65 FR 54604, Sept.
8,2000, effective Nov. 7, 2000; para. (d)(5) revised, 65 FR
76756, Dec. 7, 2000,effective Feb.5, 2001]

§ 1.7 Times for taking action; Expiration on
Satnrday, Sunday or Federal holiday.

(a) Whenever periods of time are specified in
this part in days, calendar days are intended. When
the day, or the last day fixed by statute or by or under
this part for taking any action or paying any fee in the
United States Patent and Trademark Office falls on
Saturday, Sunday, or on a Federal holiday within the
District of Columbia, the action may be taken, or the
fee paid, on the next succeeding business day which
is not a Saturday, Sunday, or a Federal holiday. See
§ 1.304 for time for appeal or for commencing civil
action.

(b) If the day that is twelve months after the fil
ing date of a provisional application under 35 U.S.c.
III (b) and § 1.53(c) falls on Saturday, Sunday, Or on a
Federal holiday within the District of Columbia, the
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period of pendency shall be extended to the next suc
ceeding secular or business day which is not a Satur
day, Sunday, or a Federal holiday.

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983;
corrected 48 FR4285,Jan. 31, 1983; revised, 65 FR 14865,
Mar. 20, 2000, effective May 29, 2000 (adopted as final,
65 FR 50092, Aug. 16,2000)]

§ 1.8 Certificate of mailing or transmission.
(a) Except in the cases enumerated in paragraph

(a)(2) of this section, correspondence required to be
filed in the Patent and Trademark Office within a set
period of time will be considered as being timely filed
if the procedure described in this section is followed.
The actual date of receipt will be used for all other
purposes.

(I) Correspondence will be considered as
being timely filed if:

(i) The correspondence is mailed or trans
mitted prior to expiration of the set period of time by
being:

(A) Addressed as set out in § l.l(a) and
deposited with the U.S. Postal Service with sufficient
postage as first class mail; or

(B) Transmitted by facsimile to the
Patent and Trademark Office in accordance with
§ 1.6(d); and

(ii) The correspondence inclndes a certifi
cate for each piece of correspondence stating the date
of deposit or transmission. The person signing the cer
tificate should have reasonable basis to expect that the
correspondence would be mailed or transmitted on or
before the date indicated.

(2) The procedure described in paragraph
(a)(l) of this section does not apply to, and no benefit
will be given to a Certificate of Mailing or Transmis
sion on, the following:

(i) Relative to Patents and Patent Appli
cations-

(A) The filing of a national patent appli
cation specification and drawing or other correspon
dence for the purpose of obtaining an application
filing date, including a request for a continued prose
cution application under § 1.53(d);

(B) The filing of correspondence in an
interference which an examiner-in-chief orders to be
filed by hand or "Express Mail";
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tion.

[Reserved]

[Reserved]
[Reserved]
[Reserved]

(C) The filing of agreements between
parties to an interference under 35 U.S.C.135(c);

(D) .. The filing of an internationalappli
cation for patent;

(E) The filing of correspondence in an
internationalapplication before the U.S. Receiving
Office, the U.S. International Searching Authority,or
the U.S. IIlternational Preliminary ExaminingAuthor
ity;

(F) The filing of a copy of the interna
tional application and the basic national fee necessary
to enter the national stage,as specified in § 1.494(b)
or§ 1.495(b).

(ii) Relative to Trademark Registrations
and TrademarkApplications-:-

(A) The filing of a trademark applica-

(B)

(C)

(D)

(E)

(F) [Reserved]

(iii) Relative to Disciplinary Proceedings
(A) Correspondence filed in connection

with a disciplinary proceeding under part 10 of this
chapter.

(B) [Reserved]
(b) In the event that correspondence isconsid

ered timely filed by being mailed or transmitted in
accordance with paragraph (a) of this section, but not
received in the Patent and Trademark Office, and the

. application is. held to be abandoned or the proceeding
is. dismissed, terminated, or decided with prejudice,
the correspondence will be considered timely ifthe
party who forwarded such correspondence:

(1) Informs the Office of the previous mail
ing or transmission of the correspondence promptly
after becoming aware that the Office has no evidence
of receipt of the correspondence;

(2) . Supplies an additional copy of the previ
ously mailed or transmitted correspondence and cer
tificate; and

(3) Includes a statement which attests on a
personal knowledge basis or to the satisfaction of the
Commissioner to the previous timely mailing or trans
mission. If the correspondence was sent by facsimile
transmission, a copy of the sending unit's report con-

firming transmission may be used to support this
statement.

(c) The Office may require additional evidence
to determine if the correspondence was timely filed.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11,
1978;para. (a). 47 FR 47381, Oct. 26, 1982,effective Oct.
26, 1982; para. (a),48 FR 2708, Jan-. 20, 1983; para. (a)
49 FR 48416, Dec. 12, 1984, effectiveFeb. 11, 1985; para.
(a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985;
52 FR20046, May 28, 1987; subparas. (a)(2)(xiv)-(xvi),
54 FR 37588, Sept. 11, 1989, effective Nov. 16, 1989;
revised, 58FR 54494, Oct. 22, 1993, effective Nov. 22,
1993; para. (a) revised, 61 FR56439,Nov. 1, 1996, effec
tive Dec. 2, 1996; paras. (a)(2)(i)(A) & (b) revised; 62 FR
53131, Oct. 10, 1997,effectiveDec. 1, 1997]

§ 1.9 Definitions:
(a)(l) A national application as used in this

chapter means a U.S. application for patent which was
either filed in the Office under 35 U.S.c. 111, or
which entered the national stage from an international
application after compliance with 35 U.S.C.37!.

(2) A provisional application as used in this
chapter means a U.S. national application for patent
filed in the Office under 35 U.S.C. 111(b).

(3) A nonprovisional application as used in
this chapter means a U.S. national application for
patent which was either filed in the Office under
35 U.S.C.lll(a), or which entered the national stage
from an international application after compliance
with 35.U.S.C.37!.

(b) An international application as used in this
chapter means an international application for patent
filed under the Patent Cooperation Treaty prior to
entering national processing at the Designated Office
stage.

(c) A published application as used in this
chapter means an application for patent which has
been published nnder 35 U.S.C. 122(b).

(d) [Reserved]
(e) [Reserved]
(f) [Reserved]
(g) For definitions in interferences see § 1.601.
(h) . A Federal holiday Within the District of

Columbia as used in this chapter means any day,
except Saturdays and Sundays, when the Patent and
Trademark Office is officially closed for business for
the entire day.
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.(i) National security classified as used in this
chapter means specifically authorized under criteria
established by an Act of Congress or Executive Order
to be kept secret in the interest ofnational defense or
foreign policy and, in fact, properly classified pursu
ant to such Act of Congress or Executive Order.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10,
1982, effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982,
effective Oct. 1, 1982; para. (d),49 FR 34724, Aug. 31,
1984, effective Nov. 1,1984; para. (g), 49 FR 48416,Dec.
12, 1984, effective Feb. 11, 1985; para. (d) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (a)
amended, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; para. (h) added, 61 FR 56439, Nov. 1, 1996, effective
Dec. 2, 1996; paras. (d) & (I) revised, 62 FR 53131, Oct.
10,1997, effective Dec. 1, 1997; paras. (c)-(I) removed and
reserved and para. (i) added, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (c) revised, 65 FR 57024,
Sept. 20,2000, effective Nov. 29,2000]

§ 1.10 Filing of papers and fees by "Express
Mail."

(a) Any correspondence received by the Patent
and Trademark Office (Office) that was delivered by
the "Express Mail Post Office to Addressee" service
of the United States Postal Service (USPS) will be
considered filed in the Office on the date of deposit
with the USPS. The date of deposit with the USPS is
shown by the "date-in" on the "Express Mail" mailing
label or other ·official· USPS notation. If the USPS
deposit date cannot be determined, the 'correspon
dence will be accorded the Office receipt date as the
filing date. See § 1.6(a).

(b) Correspondence should be deposited
directly with an employee ofthe USPS toensure that
the person depositing the correspondence receives a
legible copy of the "Express Mail" mailing label with
the "date-in" clearly marked. Persons dealing indi
rectly with the employees of the USPS (such as by
deposit in an "Express Mail" drop box) do so at the
risk of not receiving a copy of the "Express Mail"
mailing label with the desired "date-in" clearly
marked. The paper(s) or fee(s) that constitute the cor
respondence should also include the "Express Mail"
mailing label number thereon. See paragraphs (c), (d)
and (e) of this section.

(c) Any person filing correspondence under this
section that was received by the Office and delivered
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by the "Express Mail Post Officeto Addressee" ser
vice of the USPS, who can show. that there is a dis
crepancy between the filing date accorded by the
Office to the correspondence and the date of deposit
as shown by the "date-in" on the "Express Mail"
mailing label or other official USPS notation, may
petition the Commissioner to accord the correspon
dence a filing date as of the "date-in" on the "Express
Mail" mailing label or other official USPS notation,
provided that:

(1) The petition is filed promptly after the
person becomes aware that the Office has accorded,
or will accord, a filing date other than the USPS
deposit date; .

(2) The number of the "Express Mail" mail
ing label was placed on the paper(s) or fee(s) that con
stitute the correspondence prior to the original
mailing by "Express Mail;" and

(3) The petition includes a true copy of the
"Express Mail" mailing label showing the "date-in,"
and of any other official notation by the USPS relied
upon to show the date of deposit.

(d) Any person filing correspondence under this
section that was received by the Office and delivered
by the "Express Mail Post Office to Addressee" ser
vice of the USPS, who can show that the "date-in" on
the "Express Mail" mailing label or other official
notation entered by the USPS was incorrectly entered
or omitted by the USPS, may petition the Commis
sioner to accord the correspondence a filing date as of
the date the correspondence is shown to have been
deposited with the USPS, provided that:

(1) The petition is filed promptly after the.
person becomes aware that the Office has accorded,
or will accord, a filing date based upon an incorrect
entry by the USPS;

(2) The number of the "Express Mail" mail
ing label was placed on the papens) or fee(s) that con
stitute the correspondence prior to the original
mailing by "Express Mail"; and

(3) The petition includes a showing which
establishes, to the satisfaction of the Commissioner,
that the requested filing date was the date the corre
spondence was deposited in the "Express Mail Post
Office to Addressee" service prior to the last sched
uled pickup for that day. Any showing pursuant to this
paragraph must be corroborated by evidence from the
USPS or that carne into being after deposit and within
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one business day of the deposit of the correspondence
in the "Express Mail Post Office to Addressee" ser
vice of the USPS.

(e) Any person mailing correspondence
addressed as set out in § U(a)to the Office with suf
ficient postage utilizing the "Express Mail Post Office
to Addressee" service .of the USPS but not received
by the Office, may petition the Commissioner to con
sider such correspondence filed in .the Office on the
USPS deposit date, provided that:

(1) The petition is filed promptly after the
person becomes aware that the Office has no evidence
of receipt of the correspondence;

(2) The number of the "Express Mail" mail
ing label was placed on the paper(s) or fee(s) that con
stitute the correspondence prior to the original
mailing by "Express Mail";

(3) The petition includes a copy of the origi
nally deposited paper(s) or fee(s) that constitute the
correspondence showing the number of the "Express
Mail" mailing label thereon, a, copy of any returned
postcard receipt, a copy of the "Express Mail" mailing
label showing the "date-in," a copy of any other offi
cial notation by the USPS relied upon to show the
date of deposit, and, if the requested filing date is a
date other than the "date-in" on the "Express Mail"
mailing label Or other official notation entered by the
USPS, a showing pursuant to paragraph (d)(3) of this
sectiou that the requested filing date was the date the
correspondence was deposited in the "Express Mail
Post Office to Addressee" service prior to the last
scheduled pickup for that day; and

(4) The petition includes a statement which
establishes, to the satisfaction of the Commissioner,
the original deposit of the correspondence and that the
copies of the correspondence, the copy of the
"Express Mail" mailing label, the copy of any
returned postcard receipt, and a~y official notation
entered by the USPS are true copies of the originally
mailed correspondence, original "Express Mail" mail
ing label, returned postcard,receipt, and official nota
tion entered by the USPS.

(f) The Office may require additional evidence
to determine if the correspondence was deposited as
"Express Mail" wit)! the USPS on the date in ques
tion.

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27,
1983; 48 FR 4285, Jan. 31, 1983, paras. (a) & (c), 49 FR

552, Jan. 4, 1984, effective Apr. 1,' 1984; paras. (a)-(c)
revised and paras. (d) - (f) added, 61 FR 56439, Nov. 1,
1996, effective Dec. 2, 1996; paras. (d) & (e) revised,
62FR 53131, Oct 10,1997,effective Dec. 1, 1997]

RECORDS AND FILES OF THE PATENT
AND TRADEMARK OFFICE

§ 1.11 Files open to the pnblic.

(a) The specification, drawings, and all papers
relatingto the file of an abandoned published applica
tion, except if a redacted copy of the application was
used for the patent application publication, a patent,
or a statutory invention registration are open to
inspection by the public, and copies may be obtained
upon the payment of the fee set forth in § 1.19(b)(2).
See § 2.27 for trademark files.

(b) All reissueapplications, all applications in
which the Office has accepted a request to open the
complete application to inspection by the public, and
related papers in the application file, are open to
inspection by the public, and copies may be furnished
upon paying the fee therefor. The filing of reissue
applications, other than continued prosecution appli
cations under § 1.53(d) of reissue applications, will be
announced in the Official Gazette. The announcement
shall include at least the filing date,reissue applica
tion and original patent numbers, title, class and sub
class, name of the inventor, name of the owner, of
record, name of the attorney or agent of record, and
examining group to which the reissue application is
assigned.

(c) All requests for reexamination for which the
fee under § 1.20(c) has been paid, will be announced
in the Official Gazette. Any reexaminations at the ini
tiative of the Commissioner pursuant to § 1.520 will
also be announced in the Official Gazette. The
announcement shall include at least the date of the
request, if any, the reexamination request.control
number or the Commissioner initiated order control
number, patent number, title, class and subclass, name
of the inventor, name of the patent owner of record,
and the examining group to which the reexamination
is assigned.

(d) All papers or copies thereof relating to a
reexamination proceeding which have been entered of
record in the patent or reexamination file are open to
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inspection by the general public, and copies may be
furnished upon paying the fee therefor.

(e) The file of any interference involving a
patent, a statutory invention registration, a reissne
application, or an application on which a patent has
been issued or which has been published as a statutory
invention registration, is open to inspection by the
public, and copies may be obtained upon paying the
fee therefor, if:

(I) The interference has terminated or

(2) An award of priority or judgment has
been entered as to all parties and all counts.

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, Jnne 30,
1978; 46 FR 29181, May29,1981, para. (c),47 FR41272,
Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (a),
(b) and (e), 50 FR 9278, Mar. 7, 1985, effective May 8,
1985; para. (e) revised, 60 FR 14488, Mar. 17, 1995, effec
tiveMar. 17, 1995; para. (b) revised, 62 FR 53131, OcUO,
1997, effectiveDec. 1, 1997; para. (a) revised, 65 FR
57024, Sept. 20, 2000, effective Nov. 29,2000]

§ 1.12 Assignment records open to public
inspection.

(a)(1) Separate assignment records are maintained
in the United States Patent and Trademark Office for
patents and trademarks. The assignment records,
relating to original or reissue patents, including
digests and indexes (for assignments recorded on or
after May I, 1957), published patent applications, and
assignment records relating to pending or abandoned
trademark applications and to trademark registrations
(for assignments recorded on or after January I,
1955), are open to public inspection at the United
States Patent and Trademark Office, and copies of
those assignment records may be obtained upon
request and payment of the fee set forth in § 1.19 and
§ 2.6 of this chapter.

(2) All records of assignments of patents
recorded before May I, 1957, and all records of trade
mark assignments recorded before January I, 1955,
are maintained by the National Archives and Records
Administration (NARA). The records are open to
public inspection. Certified and uncertified copies of
those assignment records are provided by NARA
upon request and payment of the fees required by
NARA.

(b) Assignment records, digests, and indexes
relating to any pending or abandoned patent applica
tion which has not been published under 35 U.S.C.
122(b) are not available to the public. Copies of any
such assignment records and related information shall
be obtainable only upon written authority of the appli
cant or applicant's assignee or attorney or agent or
upon a showing that the person seeking such informa
tion is a bona fide prospective or actual purchaser,
mortgagee, or licensee of such application, unless it
shall be necessary to the proper conduct of business
before the Office or as provided in this part.

(c) Any request by a member of the public
seeking copies of any assignment records of any
pending or abandoned patent application preserved in
confidence under § 1.14, or any information with
respect thereto, must;

(I) Be in the form of a petition including the
fee set forth in § 1.17 (h); or

(2) Include written authority granting access
to the member of the public to the particular assign
ment records from the applicant or applicant's
assignee or attorney or agent of record.

. (d) An order for a copy of an assignment or
other document should identify the reel and frame
number where the assignment or document is
recorded. If a document is identified without specify
ing its correct reel and frame, an extra charge as set
forth in § 1.21G) will be made for the time consumed
in making a search for such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982;
paras. (a) and (c), 54 FR 6893, Feb. 15, 1989, effective
April 17, 1989; paras. (a) and (d), 56 FR 65142, Dec. 13,
1991, effective Dec. 16, 1991; paras. (a)(1) and (d), 57 FR
29641, July 6, 1992, effective Sept. 4, 1992; para. (a)(2)
added, 57 FR 29641, July 6, 1992, effective Sept. 4, 1992;
para. (c) amended, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995: para. (c) amended, 61 FR 42790, Aug. 19,
1996, effective Sept. 23,1996; para. (c)(I) amended, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; paras. (a)(I)
and (b) revised, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29,2000]

§ 1.13 Copies and certified copies.
(a) Non-certified copies of patents, patent

application publications, and trademark registrations
and of any records, books, papers, or drawings
within the jurisdiction of the United States Patent and
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Trademark Office and open to the public, will be fur
nished by the United States Pateut audTrademark
Office to any person, aud copies of other records or
papers will be furnished to persons entitled thereto,
upon payment of the appropriate fee.

(b) Certified copies of patents, patent applica
tion publicatious, and trademark registrations aud of
auy records, books, papers, or drawings within the
jurisdiction of the United States Patent aud Trademark
Office aud opeu to the public or persous entitled
thereto will be authenticated by the seal of the United
States Patent aud Trademark Office aud certified by
the Commissioner, or in his or her name attested by au
officer of the United States Patent and Trademark
Office authorized by the .Commissioner, upon pay
ment of the fee for the certified copy.

[Revised, 58FR54504, Oct. 22, 1993, effective Jan. 3,
1994; revised, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]

§ 1.14 Patent applications preserved in confi
dence.

(a) Confidentiality of patent application infor
mation. Patent applicatious that have not been pub
lished uuder 35U.S.C. 122(b) aregenerally preserved
in confidence pursuant to 35 U.S.c. 122(a). Informa
tion concerniug the filing, pendency, or subject matter
of au applicatiou for patent, including status informa
tion, and access to the application, will only be given
to the public as set forth in § 1.11 or in this section.

(1) Status information is:
(i) Whether the application. is pending,

abandoned, or patented;
(ii) Whether the application has been pub

lished under 35 U.S.c. 122(b); and
(iii) The application "numerical identifier"

which may be:
(A) The eight-digit application number

(the two-digit series code plus the six-digit serial
number); or

(B) The six-digit serial number plusauy
one of the filing date of the national application, the
international filing date, or date of entry into the
national stage.

(2) Access is defined as providing the appli
cation file for review aud copying of any material in
the application file.

(b) When status information may be supplied.
Status information of au application may be supplied
by the Office to the public if any of the following
apply:

(l) Access to the application is available pur
suaut to paragraph (e) of this sectiou;

(2) The applicatiou is referred to by its
numerical identifier in a published patent document
(e.g., a U.S. patent, a U.S. patent application publica
tion, or an international application publication), or in
a U.S. application open to public inspection (§
1.11(b), or paragraph (e)(2)(i) or (e)(2)(ii) of this sec
tion);

(3) The applicatiou is a published interna
tional application in which the United States of Amer
ica has been indicated as a designated state; or

(4) The application claims the benefit of the
filing date of an application for which status informa
tion may be provided pursuaut to paragraphs (b)(l)
through (b)(3) of this section.

(c) When copies may be supplied. A copy of au
application-as-filed or a file wrapper and contents
may be supplied by the Office to the public, subject to
paragraph (i) of this section (which addresses iuterna
tional applications), if auy of the following apply:

(l) Application-as-filed.
(i) If a U.S. patent application publication

or patent incorporates by reference, or includes a spe
cific reference under 35 U.S.C. 119(e) or 120 to, a
pending or abaudoned application, a copy of
that application-as-filed may be provided to any per
son upon written request includiug the fee set forth in
§ 1.19(b)(1); or

-(ii) If au international application, which
desiguates the U.S. and which has been published in
accordancewithPC'I' Article 21(2), iucorporates by
referellce or claims priority under PCT Article 8 to a
peudiug or abandolled U.S. application, a copy of that
application-as-filed may be provided to auy person
upon written request including a showing that the
publication of the application in accordauce with PCT
Article 21(2) has occurred aud that the U.S. was des
iguated,and uponpaymeut of the appropriate fee set
forth in § 1.19(b)(1).

(2) File wrapper and contents. A copy of the
specification, drawings, and all papers relatiug to the
file of anabaudoned or pending published application
may be provided to any person upon writteu request,
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including the. fee set forth in § 1.19(b)(2).If a
redacted copy of the application was used for the
patent application publication, the copy of the specifi
cation, drawings, and papers may be limited to. a
redacted copy.

(d) Power to inspect a pending or abandoned
application. Access to an application may be provided
to any person if the application file is available, and
the application contains written authority (e.g., a
power to inspect) granting access to such person, The
written authority must be signed by:

(I) An applicant;

(2) An attorney or agent of record;

(3) An authorized official of an assignee of
record (made of record pursuant to § 3.71 of this
chapter); or

(4) A registered attorney or agent named in
the papers accompanying the application papers filed
under § 1.53 or the national stage documents filed
under § 1.494 or § 1.495, if an executed oath or decla
ration pursuant to § 1.63 or § 1.497 has not been filed.

(e) Public access to a pending or abandoned
application. Access to an application may be provided
to any person, subject to paragraph (i) of this section,
if a written request for access is subtnitted, the appli
cation file is available, and any of the following
apply:

(I) The application is open to public inspec
tion pursuant to § 1.11 (b); or

(2) The application is abandoned, it is not
within the file jacket of a pending application under
§ 1.53(d), and it is referred to:

(i) In a U.S. patent application publication
or patent;

(ii) In another U.S. application which is
open to public inspection either pursuant to § 1.11(b)
or paragraph (e)(2)(i) of this section; or

(iii) In an international application which
designates the U.S. and is published in accordance
with PCT Article 21(2).

(f) Applications reported to Department of
Energy. Applications for patents which appear to dis
close, purport to disclose or do disclose inventions or
discoveries relating to atomic energy are reported to
the Department of Energy, which Department will be
given access to the applications. Such reporting does
not constitute a determination that the subject matter

of each application so reported is in fact useful or is
an invention or discovery, or that such application in
fact discloses subject matter in categories specified by
42 U.S.c. 2181(c) and (d).

(g) Decisions by the Commissioner or the
Board ofPatent Appeals and Interferences. Any deci
sion by the Comtnissioner or the Board of Patent
Appeals and Interferences which would not otherwise
be open to public inspection may be published or
made available for public inspection if:

(1) The Commissioner believes the decision
involves an interpretation of patent laws or regula
tions that would be of precedential value; and

(2) The applicant, or a party involved in an
interference for which a decision was rendered, is
given notice and an opportunity to object in writing
within two months on the ground that the decision
discloses a trade secret or other confidential informa
tion. Any objection must identify the deletions in the
text of the decision considered necessary to protect
the information,. or explain why the entire decision
must be withheld from the public to protect such
information. An applicant or party will be given time,
not less than twenty days, to request reconsideration
and seek court review before any portions of a deci
sion are made public under this paragraph over his or
her objection.

(h) Publication pursuant to § 1.47. Information
as to the filing of an application will be published in
the Official Gazette in accordance with § 1.47(c).

(i) International applications.

(I) Copies of international application files
for international applications which designate the U.S.
and which have been published in accordance with
PCT Article 21(2), or copiesofa document in such
application files, will be furnished in accordance with
PCT Article 30 and 38 and PCT Rules 94.2 and 94.3,
upon written request including a showing that the
publication of the application has occurred and that
the U.S. was designated, and upon payment of the
appropriate fee (see § 1.19(b)(2) or 1.19(b)(3», if:

(i) With respect to the Home Copy, the
international application was filed with the U.S.
Receiving Office;

(ii) With respect to the Search Copy, the
U.S. acted as the International Searching Authority;
or
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(iii) .With respect to the Examination Copy,
the. United States. acted .as the International Prelimi
nary Examining Authority, an International Prelimi
nary Examination Report has issued, and the United
States was elected.

(2) A copy or an English language translation
or an international application which has been filed in
the United States Patent and Trademark Officepursu
ant to 35 U.S.C154(2)(d)(4)willberumished upon
written request including a showing that the publica
tion of theapplication in accordance with PCT Article
21(2) hasoccurred and thattheU'S. was designated,
and upon payment of the appropriatefee (§ 1.19(b)(2)
or§ 1.l9(b)(3».

(3) Access to international application files
for international applications which designate theU.S.
and which have been published in accordance with
peT Article 21(2), or copies of a document in such
application files, will be furnished in accordance with
PCT Article 30 and 38andPCT Rules 94.2 and 94.3,
upon written request including a showing that the
publication of the application has occurred and that
the U.S. was designated.

(4) In accordance with PCTArticle 30, cop
ies or an international application-as-filedunder para
gtaph(c)(l) of this section will not be provided prior
to theinternational publication of the applicationpur
suant to PCT Article 21(2).

(5) Access to international application files
under paragraphs (e) and (i)(3) of this sectionwill not
be permitted with respect to the Examination Copyin
accordance with PCT Article 38.

m Access or copies in other circumstances.
The Office, either sua sponte or on petition, may also
provide access or copies of all or part ofanapplica
tion if necessary to carrY out an Act of Collgress or if
warranted by other special pircumstances. .Any peti
tion by a member of the public seeking access to, or
copies of, an or part of auypending or abandoned
application preserved in confidence pursuant to para
graph (a) of this section, or any related papers,must
include:

(1) Thefee set forth in § 1.17(h);and

(2) A showing that access to the application
is necessary to carry out an Act of Congress or that
special circumstances exist which warrant petitioner
being granted access to all or part of the application.

[42FR 5593, Jan. 28, 1977; 43 FR 20462, May 11,
1978;para. (e) added, 47 FR41273, Sept. 17, 1982,effec
tive Oct. I, 1982;para. (b), 49 FR 552, Jan. 4, 1984,effec
tive Apr. I, 1984; para. (d), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; para, ,(b),50 ,FR 9378,Mar. 7,
1985, effectiveMay 8, 1985; 53 FR 23733, June 23, 1988;
para. (e), 54 FR6893,Feb. 15, 1989, effective April 17,
1989; para. (b) revised, 58 FR 54504, Oct. 22, 1993,effec
tive Jan. 3; 1994;para. (e) amended, 60 FR 20195, Apr. 25,
1995; effective June 8;' 1995; paras. (a), (b) and (e)
amended, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996; para. (a) revised & para. (f) added, 62 FR 53131,
Qct.IO, 1997, effective Dec.1, 1997; para. (g) added, 63
FR 29614,June I, 1998,effective July 1,1998, (adopted as
final, 6:lFR 66040, Dec. 1,1998); revised, 65 FR 54604,
Sep!. 8, ,2000, effective Nov. 7, 2000; paras. (a), (b),(c),
(e), (i) and (j) revised, 65 FR 57024, Sept. 20, 2PQO, effec
tive NOV. 29, 2000; para (h) corrected, 65 FR 78958, Dec.
18,2~OO]

§ ··1.15 Requestsfortdentiflable records,

• (a)R~qtlests, for records not disclosed to. the
public as part of tlie,regul~ informational activity Of
the .Patent andTrademark Office and which are not
othet;Vise dealt with in the, rules. in this part shall be
made in writing, with the ellyelope and the letter
clearly marked "FreedoIll ?~ Information Request."
Eachsuch r~quest, so marked, should be submitted by
niailaddiessed to the "Patent and Trademark Office,
Freedom of Inf()rmation, Request Control Desk, Box
8, Washington, D.C. 20231," or,hand-delivered to the
Office of the Solicitor, Patent and TradeJnark Office,
Arlington, Virginia. Tl1erequest will be processed in
ap.cordance \Vith the procedures set forth in Part 4 of
Title 15, Code of FederalRegulations. .

(b) . Any person whose request for records has
been initially denied in. whole or in part, or has not
been timely determined, may submit a written appeal
as provided in § 4.8 of Title 15, Code of Federal Reg
ulations.

(e) Procedures applicable in the event of ser
vice of process or in connection With testimony of
employees on official matters and production of offi
cialdocumentsof thePatentand Trademark Office in
civi11egal proceedings not involving the United States
shall be those established in parts 15 and 15a of Title
15, Code of Federal Regulations.
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§ 1.16 MANUAL OF PATENTEXAMINING PROCEDURE

[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26,
1969; amended 53 FR 47685,Nov. 25, 1988; effectiveDec.
30, 1988]

FEES AND PAYMENT OF MONEY

§ 1.16 National applicationfilingfees.
(a) Basic fee for filing each applicationfor an

original patent, except provisional, design, or plant
applications:

By a small entity (§ 1.27(a)) $355.00
By other than a small entity ; $710.00

(b) In addition to the basic filing fee in an origi
nit! application, except provisional application~, for
filing or later presentation of each independent claim
in excess of 3: .

By a small entity (§ 1.27(a)) $40.00
By other than a small entity $80.00

(c) In addition to the basic filing fee in an origi
nal application,· except provisional applications, for
filing or later presentation of each claim (whether
independent or dependent) in excess of 20 (Note
that § 1.75(c) indicates how multiple dependent
claims are considered for fee calculationpurposes.):

By a small entity (§ 1.27(a)) $9.00
By other. than a small entity $18.00

(d) Inaddition to the basic filing fee in an origi
nal application, except provisional applications, if the
application contains, or is amended to contain, a mul
tiple dependent claim(s), per application:

By a small entity (§1.27(a)) ... $135.00

By other than a small entity ..'.'.' $270.00
(e) Surcharge for filing the basic filing fee o~

oath or declaration on a date later than the filing date
of the application, except provisional applications:

By a small entity (§ 1.27(a)) $65.00
By otherthan a small entity $130.00

(f) Basic fee for filing each design application:
By a small entity (§ 1.27(a)) $160.00
By other than a small entity $320.00

(g) Basic fee for filing eacb plant application,
except provisional applications:

By asmall entity (§ 1.27(a)) " .. $245.00
By other than a small.entity .•.. $490;00

(b) Basic fee for filing each reissue application:
By a small entity (§ 1.27(a)) ., . $355.00
By other than a small entity .... $710.00
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revised, 63 FR 6758, Dec. 8, 1998, effectiveNov. 10,1998;
paras. (a) and (b) revised, 64 FR 67774, Dec: 3, 1999,
effective Dec. 29, 1999; paras. (a), (b), (d), and (t)-(i)
revised, 65 FR 49193,Aug. 11, 2000, effective Oct. 1,
2000; paras. (a)-(l) revised, 65 FR 78958, Dec. 18,2000]

§ 1.17 Patent application and reexamination
processing fees.

(a) Extension fees pursuant to § 1.136(a):
(I) For reply within first month:

By a small entity (§ 1.27(a)) $55.00
By other than a small entity $110.00

(2) For reply within second month:
By a small entity (§ 1.27(a» ... $195.00
By other than a small entity. . . . $390.00

(3) . For reply within third month:
Bya small entity (§ 1.27(a» $445.00
By other than a small entity $890.00

(4) For reply within fourth month:
By a small entity (§ 1.27(a» ... $695.00
By otherthana small entity '.' . $1,390.00

(5) For reply within fifth month:
By a small entity (§ 1.27(a)), .. $945.00
By other than a small entity ... $1,890.00

(b) For filing a notice of appeal from the exam
iner to the Board of Patent Appeals and Interferences:

By a small entity (§ 1.27(a» , .. $155.00
By other than a small entity. . . . $310.00

(c) In addition to the fee for filing a notice of
appeal, for filing a brief in support of an appeal:

By a small entity(§ 1.27(a)) $155.00
By other than a small entity $310.00

(d) For filing a request for an oral hearing
before the Boardof Patent Appeals and Interferences
in an appeal under 35 U.S:C.134:

By a small entity (§ 1.27(a» $135.00
By other than a small entity $270.00

(e) To request continued examination pursuant
to§ 1.114:

By a small entity (§1.27(a» $355.00
By other than a small entity $710.00

(f) [Reserved]
. (g) [Reserved]

(h) For filing a petition under one of the follow
ing sections which refers to this paragraph .. $130.00

§ 1.12-for access to an assignment record.
§ 1.14-for access to an application.

§ 1.47-for filing by other thanall the inventors
or a person not the inventor.

§ 1.53(e)-to accord a filing date.
§ 1.59-for expungementand return of infor

mation.
§ 1.84-for accepting color drawings or photo-

graphs.
§ 1.9I-for entry of a modelor exhibit
§ 1.102-to make an application special.
§ 1.I03(a)-to suspend action in an application.
§ 1.138(c)-to expressly abandon an applica-

tion to avoid publication.
§ 1.182-for decision on a question not specifi

cally provided for.
§1.183- to suspend the rules.
§ 1.295-forreview ofrefusal to publish a stat

utory invention registration.
§ 1.313-to withdraw an application from

issue.
§ 1.314-to defer issuance of a patent.
§ 1.377~for review of decision refusing to

acceptand record payment ofa maintenance fee filed
prior to expiration of a patent.

§ 1.378(e)-for reconsideration of decision on
petition refusing to accept delayed payment of main
tenance fee in an expired patent

§ 1.644(e)-for petition in an interference.
§ 1.644(f)-for request for reconsideration of a

decision on petition in an interference.
§ 1.666(b)-for access to an interference settle

ment agreement.
§ 1.666(c)-for late filing of interference settle

ment agreement.
§ l.74l(b)-to accord a filing date to an appli

cation under § 1.740 for extension of a patent term.
§ 5.12-for expedited handling of a foreign fil

ing license.
§ 5.15~fot changing the scope of a license.
§ 5.25-for retroactive license.

(i) Processing fee for taking action under one
of the following sections Which refers to this para-
graph $130.00

§ 1.28(c)(3)-for processing a non-itemized fee
deficiency based on an error in small entity status.

§ 1AI-for supplying the name or names of the
inventoror inventors after the filing date without an
oath or declaration as prescribed by § 1.63, except in
provisional applications.
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§ 1.17 MANUAL OF PATENTEXAMINING PROCEDURE

§ 1.48-'-Jorcbrrecting inventorship, except in
provisional applications.

§ 1.52(d)~for processing a nonprovisional
application filed with a specification in a language
other than English.

§ 1.53(b)(3)~to convert a provisional applica
tion filed under § 1.53(c) into a nonprovisional appli
cation under § 1.53(b).

§ 1.55-forentry of late priority papers.
§ 1.99(e)-for processing a belated submission

under§ 1.99.

§ 1.103(b)-for requesting limited suspension
of action, continued prosecution application (§
1.53(d)).

§ 1.103(c)-for requesting limited suspension
of action, request for continued examination (§
1.114).

§ 1.103(d)-for requesting deferred examina
tion of an application.

§ 1.217-for processing a redacted copy of a
paper submitted in the file of an application in which
a redacted copy was submitted for the patent applica
tion publication.

§ 1.22l~for reqnesting voluntary publication
or republication of all application.

§ 1.497(d)-for filing an oath or declaration
pursuantto 35 U.S.C. 37l(c)(4) naming an inventive
entity different from the inventive entity set forth in
the international stage.

§ 3.8l---'.for a patent to issue to assignee, assign
ment submitted after payment of the issue fee.

G) For filing a petition to institutea public use
proceeding under § 1.292 ...........•... $1,510.00

(k) For filing a request for expedited examina-
tion under § 1.155(a) $900.00

(1) For filing a petition for the revival of an
unavoidably abandoned application under 35 U.S.c.
111, 133, 364, or 371 for the unavoidably delayed
payment of the issue fee under 35 U.S.c. 151 or for
the revival of an unavoidably terminated reexamina
tion proceeding under 35 U.S.C. 133 (§ 1.137(a)):

By a small entity (§ 1.27(a)) $55.00
By other than a small entity $110.00

(m) For filing a petition for the revival of an
unintentionally abandoned application for the unin
tentionally delayed payment of the fee for issuing a
patent, or for the revival of an unintentionally termi-

nated reexamination proceeding under 35 U.S.c.
41(a)(7) (§ 1.137(b)):

By a small entity (§ 1.27(a)) $620.00
By other than a small entity $1,240.00

(n) For requesting publication of a statutory
invention registration prior to the mailing of the first
examiner's action pursuant to § 1.104 $920.00
reduced by the amount of the application basic filing
fee paid.

(0) For requesting publication of a statutory
invention registration after the mailing of the first
examiner's action pursuant to § 1.104 ..... $1,840.00
reduced by the amount of the application basic filing
fee paid.

(p) For. an information disclosure statement
under § 1.97(c) or (d) or a submission under
§1.99 $180.00

(q) Processing fee for taking action under one
of the following sections which refers to this para-
graph $50.00

§ 1.41-to supply the name or names of the
inventor or inventors after the filing date without a
cover sheet as prescribed by § 1.51(c)(1) in a provi
sional application

§ 1.48-for correction of inventorship in a pro
visional application.

§ 1.53(c)(2)-to convert a nonprovisional
application filed under § 1.53(b) to a provisional
application under § 1.53(c).

(r) For entry of a submission after final rejec
tion under § 1.129(a):

By a small entity (§ 1.27(a)) $355.00
By other than a small entity $710.00

(s) For each additional invention requested to
be examined under § 1.129(b):

By a small entity (§ 127(a)) $355.00
By other than a small entity $710.00

(t) For the acceptance of an unintentionally
delayed claim for priority under 35 U.S.C. 119, 120,
121, or 365(a) or (c) (§§ 1.55 and 1.78): ... $1,240.00

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1,
1982; para. (h), 48 FR 2708, Jan. 20, 1983, effective Feb.
27, 1983; para. (h), 49 FR 13461, Apr. 4, 1984, effective
June 4,1984; para. (h), 49 FR 34724, Aug. 31, 1984, effec
tive Nov. 1, 1984; paras. (e), (g), (h) and (i), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (n) and
(c), 50 FR 9379, Mar. 7, 1985, effective May 8, 1985;50 FR
31824, Aug. 6,1985, effective Oct. 5,1985; paras. (a)- (m),
54 FR 6893, Feb. 15, 1989, 54 FR 9431, March 7, 1989,
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effectiveApr. 17, 1989; para. (i)(I), 54 FR47518,Nov. 15,
1989, effectiveJao. 16, 1990; paras. (a)-(o), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; para. (i)(I),57 FR
2021, Jan. 17, 1992, effective March 16, 1992; para.(p)
added, 57 FR 2021, Jan. 17,1992, effective March 16,
1992; para. (i)(l), 57 FR 29642, July 6,1992, effective
Sept. 4, 1992;corrected57FR 32439,July 22, 1992;paras.
(b)-(g), G), and (m)-(o), 57 FR38190,Aug. 21,1992, effec
tive Oct. 1, 1992; para. (h),58 FR 38719, July20,1993,
effective Oct. 1, 1993;paras.jbj-Ig), (j) and (m)'{p), 59 FR
43736, Aug. 25, 1994, effective Oct. 1, 1994; paras. (h)
& (i) amended and paras. (q)-(s) added, 67 FR 20195, Apr.
25,1995, effective June 8,1995; paras, (b)-(g), (j), (ml-tp),
(r) & (s) amended, 60 FR 41018, Aug. 11, 1995, effective
Oct. 1, 1995; paras. (b) - (g), (j), (m)-(p), (r) aod(s)
amended, 61 FR 39585, July 30, 1996, effective Oct. I,
1996; paras. (b) - (g), (j), (lll)- (p), (r) & (s) amended,
62 FR 40450, July 29, 1997, effective Oct. 1, 1997;~aras.
(a) - (d), (h), (i) & (q) revised, paras. (e) - (g)reserved,
62 FR 53131, Oct. 10, 1997,effective Dec; 1, 1997; para.
(q) corrected; 62 FR 61235, Nov. 17, 1997, effective Dec.
1,1997; paras. (a)-(d), (1) aod (m) revised, 63 FR 67578,
Dec. 8, 1998, effective Nov. 10, 1998; paras.(r) and (s)
revised, 63 FR67578, Dec. 8, 1998,effectiveDec. 8, 1998;
paras. (r) and (s) revised, 64 FR 67774,Dec. 3, 1999,effec
tive Jao. 10, 2000; para. (e) added and par~. (i) revised,
65 FR 14865, Mar. 20, 2000, effective May 29, 2000
(adopted as final, 65 FR 50092, Aug. 16, 2000);paras. (a)
(e), (m), (r) and (s) revised, 65 FR 49193, August 11,2000,
effective October 1, 2000; paras. (h), (1), (k), (1), (m), (p),
and (q) revised, 65FR 54604, Sept. 8, 2000, effectiveNov.
7, 2000; heading. and paras. (h), (i), (1), (m) and (p) revised,
65 FR 57024, Sept. 20,2000, effectiveNov. 29,2000; para.
(t) added, 65 FR 57024, Sept. 20, 2000; effective Nov. 29,
2000; paras. (a)-(e), (r)and (s)revised, 65 FR 78958, Dec.
18,2000]

§ 1.18 Patent post allowance (including issue)
fees.

(a) Issue fee for issuing each original or reissue
patent, except a design or plantpatent:

By a small entity (§ 1.27(a» $620.00

By other thana small entity $1,240.00

(b) Issue fee for issuing adesign patent:

By a small entity (§ 1.27(a» $220.00

By other than a small entity $440.00

(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.27(a» .. , $300.00
By other than a small entity .... $600.00

(d) Publication fee. .. . . . . .. . . . . . . . $300.00

(e) For filing an application for patent term
adjustment under § 1.705 $200.00

(f) For filing a request for reinstatement' of all
or part of the term reduced pursuant to § 1.704(b)
in an application for patent term adjustment under §
1.705 ; , .. $400.00

[Added,47 FR 41273,Sept. 17, 1982,effective Oct. 1,
1982; 50 FR 31824, Aug. 6, 1985, effective Oct. 5, 1985;
revised, 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
1989;revised, 56 FR 65142; Dec. 13. 1991, effective Dec.
16,1991; paras. (a)-(c), 57 FR 38190, Aug. 21,1992, effec
tive Oct. 1, 1992; revised, 59 FR 43736, Aug, 25, 1994,
effective Oct. 1, 1994; amended, 60 FR 41018, Aug. 11,
1995, effective Oct.1, 1995; amended, 61 FR 39585, July
30, 1996, effective Oct. 1, 1996; amended, 62 FR 40450,
July 29, 1997, effective Oct. 1, 1997; amended, 63 FR
67578, Dec. 8, 1998, effective Nov. 10, 1998; revised,
65FR49193, Aug. 11, 2Oo0, effective Oct. 1,2000; head
ing revised and paras. (d)c(f) added,65 FR 56366, Sept. 18,
2000, effective Nov. 17, 2000; para. (d) revised,65FR
57024, Sept. 20, 2000, effective Nov. 29, 2000; paras. (a)
(c) revised, 65 FR 78958, Dec. 18,2000]

§ 1.19 Document supply fees.
The United States Patent and Trademark Office

will supply copies of the following documents upon
payment of the fees indicated. The copies will be in
black and white unless the original document is in
color, a colorcopy is requested and the fee for a color
copy is paid.

(a) Uncertified copies of patent application
publications and patents;

(I) Printed copy of the paper portion of a
patent application publication or patent, including a
design patent, statutory invention registration, or
defensive publication document:

(i) Regular service, which includes prepa-
ration of copies by the Office within two to three busi
ness days and delivery by United States Postal Service
or to an Office Box; and preparation of copies by
the Office within one business day of receipt and
delivery by electronic means (e.g., facsimile, elec-
tronic mail) $3.00

(ii) Next business day delivery to Office
Box $6.00

(iii) Expedited delivery by commercial
delivery service $25.00

(2) Printed copy .of a plant patent in
color; $15.00
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(3) Color copy of a patent (other than a plant
patent) or statntory invention registration containing a
color drawing , $25.00

(b) Certified and uncertified copies of Office
documents:

(1) Certified or uncertified copy of the paper
portion of patent application as filed:

(i) Regular service $15.00
(ii) Expedited regular service $30.00

(2) Certified or uncertified copy of paper
portion of patent-related file wrapper and contents:

(i) File wrapper and paper contents of 400
orfewer pages $200.00

(ii) Additional fee for each additional 100
pages or portion thereof $40.00

(iii) Additional fee for certification. $25.00
(3) Certified or uncertified copy on compact

disc of patent-related file-wrapper contents that were
submitted on compact disc:

(i) First compact disc in a single
order $55.00

(ii) Each additional compact disc in
the single order of paragraph (b)(3)(i) of this
section $15.00

(4) Certified or uncertified c9PY of Office
records, per document except as otherwise provided
in this section $25.00

(5) For assignment records, abstract of title
and certification, per patent $25.00

(c) Library service (35 U.S.c. 13): For provid
ing to libraries copies of all patents issued annually,
per annum $50.00

(d) For list of all United States patents and stat
utory invention registrations in a subclass ..... $3.00

(e) Uncertified statement as to status of the pay
'ment of maintenance fees due on a patent or expira-
tion of a patent. $10.00

(f) Uncertified copy of a non-United States
patent document, per document. $25.00

(g) [Reserved]
(h) [Reserved]

[Added 47 FR 41273, Sept. 17, 1982, effective date
Oct. 1, 1982; para. (b), 49 FR 552, Jan. 4, 1984, effective
date Apr. 1, 1984; paras. (f) and (g) added, 49 FR 34724,
Aug. 31, 1984, effectivedate Nov. 1,1984; paras. (a) and
(c), 50 FR 9379, Mar. 7, 1985,effective date May 8,1985;
50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985;
revised,54 FR 6893, Feb. 15, 1989;54 FR 9432, March 7,

August 2001

1989, effective Apr. 17, 1989, revised 56 FR 65142, Dec.
13, 1991, effective Dec. 16, 1991; paras. (b)(4), (f) and
(h),57 FR 38190, Aug. 21, 1992, effective Oct.l, 1992;
para. (a)(3), 58 FR 38719, July 20, 1993,. effective Oct. 1,
1993; paras. (a)(I)(ii), (a)(I)(iii),(b)(l)(i), & (b)(I)(ii)
amended, 60 FR 41018, Aug. 11, 1995, effective Oct. 1,
1995;paras. (a)(2) and (a)(3) amended, 62 FR 40450, July
29, 1997, effective Oct. 1, 1997; paras. (a)(l)(i) through
(a)(l)(iii) revised, 64 FR 67486, Dec. 2, 1999, effective
Dec. 2, 1999; introductory text and paras. (a) and (b)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; paras. (g) and (h) removed and reserved, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)
revised, 65 FR 57024, Sept. 20, 2000; effective Nov. 29,
2000]

§ 1.20 Post issuance fees.
(a) For providing a certificate ofcorrection for

applicant's mistake (§ 1.323) $100.00
(b) Processing fee for correcting inventorship in

a patent (§ 1.324) $130.00
(c) In reexamination proceedings

(1) For filing a request for ex parte reexami-
nation (§ 1.51O(a)) : $2,520:00

(2) For filing a request for inter partes reex-
amination (§ 1.915(a)) : $8,800.00

(d) For filing each statutory disclaimer
(§ 1.321):

By a small entity (§ 1.27(a)) $55.00
By other than a small entity $110.00

(e) For maintaining an original or reissue
patent, except a design or plant patent, based on an
application filed on or after December 12, 1980, in
force beyond four years; the fee is due by three years
and six months after the original grant:

By small entity (§ 1.27(a)) $425.00
By other than a small entity $850.00

(f) For maintaining an original or reissue
patent, except a design or plant patent, based on an
application filed on or after December 12, 1980, in
force beyond eight years; the fee is due by seven years
and six months after the original grant:

By a small entity(§1.27(a) $975.00
By other than a small entity $1,950.00

(g) For maintaining an original or reissue
patent, except a design or plant patent, based on an
application filed on or after December 12, 1980, in
force beyond twelve years; the fee is due by eleven
years and six months after the original grant:

R-28



PATENTRULES § 1.21

By a small entity (§ 1.27(a)) .. $1,495.00

By other than a small entity ... $2,990.00

(h) Surcharge for paying a maintenance fee dur
ing the six-month grace period following theexpira
tion of three years and six months, seven years and.six
months, and eleven years and six months after. the
date of the original grant of a patent based on an
application filed on or after December 12, 1980:

By a small entity (§ 1.27(a)) $65.00

By other than a small entity $130.00

(i) Surcharge for accepting a maintenance fee
after expiration of a patent for non-timely payment of
a maintenance fee where the delay in payment is
shown to the satisfaction of the Commissioner to have
been -'-

(1) Unavoidable $700.00

(2) Unintentional $1,640.00

.U) For filing an application for extension of the
term of a patent

(1) Application for extension under
§ 1.740 - $1,120.00

(2) Initial application for interim extension
under § 1.790 , $420.00

(3) Subsequent application for interim exten-
sion under § 1.790 ,$220.00

[Added 47FR 41273, Sept. 17, 1982, effective date
Oct. I, 1982; paras. (k), (I) and (m) added, 49 FR 34724,
Aug. 31, 1984, effective date Nov. I, 1984; paras. (c), (t),
(g) and (m), 50 FR 9379, Mar. 7, 1985, effective date May
8, 1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985; 51 FR 28057, Aug. 4, 1986; 52FR 9394, Mar. 24,
1987; paras. (a)-(u), 54 FR 6893, Feb. 15, 1989, 54 FR
8053,Feb. 24, 1989,effectiveApr. 17, 1989; revised 56 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991; paras. (a),
(c), (e)-(g) and (i), 57 FR 38190, Aug. 21, 1992, effective
Oct.1, 1992; para, (i), 58 FR 44277, Aug. 20, 1993,effec
tive Sept. 20, 1993;paras. (c), (e)-(g), (i)(I) and (j), 59 FR
43736, Aug. 2:;, 1994, effective Oct. I, 1994; para.
(j) revised, 60 FR 25615, May 12, 1995, effectiveJuly 11,
1995; paras, (c), (e)-(g), (i)(2), & (j)(I) amended, 60 FR
41018,Aug. 11, 1995,effectiveOct. I, 1995;paras.(a),(e)
- (g), (i)(I), (i)(2), and (j)(I) -(j)(3) amended, 61 FR 39585,
July 30, 1996,effective Oct. I, 1996; paras. (c), (e) .; (g),
(i)(I), (i)(2), and (j)(I) - (j)(3) amended, 62 FR 40450, July
29, 1997, effective Oct. I, 1997; paras. (d)-(g) revised,
63 FR 67578, Dec. 8, 1998, effective Nov. 10, 1998; par".
(e) revised, 64 FR 67774, Dec.3, 1999, effective Dec. 29,
1999; paras. (e)-(g) revised, 65 FR 49193,Aug. 11,2000,

effectiveOct. 1,2000; paras. (b) and (d)-(h) revised, 65 FR
78958, Dec. 18, 2000; para. (b) corrected, 65 FR 80755,
Dee. 22, 2000; para. (c) revised, 65 FR 76756, Dec. 7,
2000, effectiveFeb. 5, 2001]

§ 1.21 Miscellaneousfees and charges.
The Patent and Trademark Office has established

the following fees for the services indicated:
(a) Registration of attorneys and agents:

.' (I) For admission to examination for regis
tratioI1 to practice:

(i) Application Fee (non-refund-
able $40.00

(ii) Registration examination fee. $310.00
:, ',.' ,',' :'

(2) On registration to practice $100.00
(3) For reinstatement to practice $40.00

(4) For certificate of good standing as an
attorney or agent .•.................•..... $10.00

Suitable for framing $20.00
(5) For review of decision of the Director of

Enrollment and Discipline under § 1O.2(c) .. $130.00

(6) For requesting regrading of an examina
tiOI1 under § 10:7(c):

(i) Regrading of seven or fewer
questions $230.00

(ii) Regrading of eight or ntore ques-
tions , $460.00

(b) • Deposit accounts:

(I) For establishing a deposit account $10.00

(2) service charge for each month when
the balance at the end of the month is below
$1,000 $25.00

. . (3) Service charge for each month when
the balance at the end of' the month is below
$3()() for restricted subscription deposit accounts
used exclusively for subscription order of patent
copies as issued ........•............... $25.00

(c) Disclosure document: For filing a disclosure
docnment $10.00

(d) Delivery box: Local delivery box rental, per
annum ' $50.00

(f:') International type search reports: For pre
paring an .international type search report of an
international type 'search made at the time of the
first action on the merits ina national patent
application ; .....•........ $40.00
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(1) [Reserved]
(g) Self-service copy charge, per page .. $0.25
(h) For recording each assignment, agreement,

or other paper relating to the property in a patent or
application, per property . . . . . . . . . . . . . . . . . $40.00

(i) Publication in Official Gazette: For publica-
tion in the Official Gazette of a notice of the availabil
ity of an application or a patent for licensing or sale:

Each application or patent $25.00
(j) Labor charges for. services, per hour or frac

tion thereof .. . . . . . . . . . . . . . . . . . . . . . . . . .$40.00
(k) For Hems and services that the Commis

sioner finds may be supplied, for which fees are not
specified by statute or by this part, such charges as
may be determined by the Commissioner with respect
to each such item Of service Actual cost

(I) For processing and retaining any application
abandoned pursuantto § L53(1), unless the required
basic filing fee (§ 1.16) has been paid $130.00

(m) For processing each payment refused
(including a check returned "unpaid") or charged back
by a financial institution" $50.00

(n) For handling an application in which pro
ceedings are terminated pursuant to § L53(e) $130.00

(0) Marginal cost, paid in advance, for each
hour of terminal session time, including print
time, using Automated Patent System full-text
search capabilities, prorated for the actual time
used. The Comntissioner may waive the payment
by an individual for access to the Automated
Patent System full-text search capability (APS
Text) upon a showing of need or hardship and if
such waiver is in the public interest $40.00

[Added 47 FR 41274, Sept. 17, 1982, effective date
Oct. I, 1982; paras. (b) and (1),49 FR 553, Jan. 4, 1984,
effective date Apr. I, 1984; paras. (a)(5) and (6) added,
50FR 5171, Feb. 6, 1985, effective date Apr. 8, 1985;
50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985;
paras. (a), (b)(I), (d)-(j), (lHm), 54 FR 6893, Feb. 15,
1989;54 FR 8053, Feb. 24,1989; 54FR 9432, March 7,
1989,effective Apr. 17, 1989;para. (n) added 54 FR 47518,
Nov. 15, 1989, effective Jan. 16, 1990;paras. (o)-(q) added
54 FR 50942, Dec.ll, 1989, effective Feb. 12, 1990;paras.
(a)-(c), (e)-(b), (j)-(l) & (n) amended, 56 FR 65142, Dec.
13, 1991, effective Dec. 16, 1991; paras. (p) and (q)
deleted, 56 FR 65142, Dec. 13, 1991,effective Dec. 16,
1991; paras. (a)(I), (a)(5), (a)(6), (b)(2), (b)(3), (e) and (i),
57 FR 38190, Aug. 21, 1992, effective Oct. I, 1992; para.
(p) added, 57 FR 38190, Aug. 21, 1992, effective Oct. I,

1992;para. (p) deleted, 59 FR 43736, Aug.25, 1994, effec
tive Oct. I, 1994;para. (I) amended, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; para. (a)(I) amended, 60 FR
41018, Aug. 11, 1995, effective Oct. I, 1995; paras. (a)(I),
(a)(3) and (a)(6) revised, 61 FR 39585, July 30, 1996,
effective Oct. I, 1996; paras. (a)(I)(ii), (a)(6), and (j)
amended, 62FR 40450, July 29, 1997, effective Oct. I,
1997; paras. (I) & (n) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. I, 1997; para. (a)(6)(ii) revised, 63 FR
67578, Dec. 8, 1998, effective Dec. 8, 1998; para (m)
revised, 65 FR 33455, May 24, 2000, effective July 24,
2000; para. (a)(6) revised, 65 FR 49193, Aug. 11, 2000,
effective Oct. 1,2000]

§ 1.22 Fee payable in advance.
(a) Patent and trademark fees and charges pay

able to the Patent and Trademark Office are required
to bepaid in advance, that is, at the time of requesting
any action by the Office for which a fee or charge is
payable with the exception that under § 1.53 applica
tions for patent may be assigned a filing date without
payment of the basic filing fee.

(b) All fees paid to the United States Patent and
Trademark Office must be itemized in each individual
application, patent, trademark registration file, or
other proceeding in such a manner that it is clear for
which purpose the fees are paid. The Office may
return fees that are not itemized as required by this
paragraph. The provisions of § L5(a) do not apply to
the resubntission of fees returned pursuant to this
paragraph.

[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983;
para. (b) revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000]

§ 1.23 Method of payment.
(a) All payrnents of money required for United

States Patent and Trademark Office fees, including
fees for the processing of international applications
(§ L445),shall be made in U.S. dollars and in the
formof acashi~r's or certified check, Treasury note,
national bank notes, or United States Postal Service
money order. If sent in any other form, the Office may
delay or cancel the credit until collection is made.
Checks and money orders must be made payable to
the Director of the United States Patent and Trade
mark Office. (Checks made payable to the Comntis
sioner of Patents and Trademarks will continue to be
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accepted.) Payments from foreign countries must be
payable and immediately negotiable in the United
States for the full amount ofthe fee required. Money
sentto the Office by mail will be at the risk of the
sender; and letters containing money should be regis
tered with the United States Postal Service.

(b) Payments of rnoney required for United
States Patent and Trademark Office fees may also be
made by credit card. Payment of a fee by credit card
must specify the amount to be charged to the credit
card and such other iriformation as is necessary to
process the charge, and is subject to collection of the
fee. The Office will not accept a general authorization
to charge fees. to a credit card. If credit card informa
tion is provided on a form or document other. than a
form. provided by the Office for the payment of fees
bycreditcard, the Office will not be liable if the credit.
card number becomes public knowledge.

[43 FR 20462, May 11, 1978; revised, 64 FR 48900,
Sept 8, 1999, effective Oct 30, 1999; revised, 65FR
33455,May24, 2000,effective June5, 2000]

§ 1.24 Reserved.

[47 FR 41274, Sept 17, 1982, effective Oct 1, 1982;
48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983;
50 FR 31825, Aug. 6, 1985, effective Oct 5, 1985; 51 FR
28057, Aug.4, 1986; 56FR65142, Dec. 13, 1991,effec'
tive Dec. 16, 1991; para: (b) revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; removed andreserved, 65 FR
57024, Sept 20, 2000,effective Nov. 29, 2000]

§ 1.25 Deposit accounts.
(a) For the convenience of attorneys, and the

general public in paying any fees due.rinordering ser
vices offered by the Office, copies of records, etc.
depositaccounts may be established in the Patent and
Trademark Office upon payment of the fee' for estab
lishinga deposit account § 1.21(b)(I». A minimum
deposit of $1,000 is required for paying any fee due or
in ordering any services offered by the Office. How
ever, a minimum deposit of $300 may be paid to
establish a restricted subscription deposit account
used exclusively forsubscription order of patent cop
ies as issued. At the endof each month, a deposit
account. statement will be rendered. A remittance
must be made promptly upon receipt of the statement
to cover the value of items or services charged to the

account and thus restore the account to its established
normal deposit value. An amount sufficient to cover
all fees, services, copies,etc., requested must always
be on deposit. Charges to accounts with insufficient
funds will not be accepted. A service charge
(§ l.21(b)(2» will be assessed for each month that the
balance at the end ofthe month is below $1,000. For
restricted subscription deposit accounts, a service
charge (§ 1.21(b)(3» will be assessed for each month
that the balance at the end of the month is below $300.

(b) Filing, issue, appeal, •. international-type
search report, international application processing,
petition, and post-issuance fees may be charged
against these accounts if sufficient funds are on
deposit to cover such fees. A general authorization to
charge all fees, or only certain fees, set forth in
§§ Ll6 to Ll8 to a deposit account containing suffi
cient funds may be filed in an individual application,
either for the entire pendency of the' application or
with a particular paper filed. An authorization to
charge a fee to a deposit account will not be consid
ered payment of the fee on the date the authorization
to charge the fee is effective as to the particular fee to
be .chargedunless sufficient funds are present in the
account to cover the fee. An authorization to charge
fees under § Ll6 in an application submitted under
§ 1.494 or § 1.495 will be treated as an authorization
to charge fees under § 1.492. An authorization to
charge fees set forth in § Ll8 to a deposit account is
subject to the provisions of § 1.31l(b). An authoriza
tion to charge to adeposit account the fee for a request
for reexamination pursuant to § 1.510 or § 1.913 and
any other fees required in a reexamination proceeding
in a patent may also be filed with the request for reex
amination.

[49FR 553,Jan. 4, 1984, effective Apr. 1, 1984; 47 FR
41274, Sept. 17, 1982, effective Oct. 1,1982; 50FR 31826,
Aug. 6, 1985, effective Oct. 5, 1985; para. (b) revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para (b)
revised, 65 FR 76756, Dec. 7, 2000,effective Feb.5, 2001]

§1.26 Refunds.
(a) The Commissioner may refund any fee paid

by mistake or in excess of that required. A change of
purpose after the payment of a fee, such as when a
party desires to withdraw a patent or trademark filing
for which the fee was paid, including an application,
an appeal, or a request for an oral hearing, will not
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entitle a party to a refund of snch fee. The Office will
not refnnd amounts of twenty-five dollars or, less
unless a refund is specifically requested, and will not
notify the payor of such amounts. If a party paying a
fee or requesting a refund does not provide the bank
ing information necessary for making refunds by elec
tronic funds transfer (31 U.S.C. 3332 and 31 CFRpart
208), or instrnct the Office that refunds are to be cred
ited to a deposit account, the Commissioner may
require such information, or use the banking informa
tion on the payment instrument to make a refund. Any
refund of a fee paid by credit card will be by a credit
to the credit card account to which the fee was
charged.

(b) Any request for refund must be filed within
two years from the date the fee was paid, except as
otherwise provided in this paragraph or in§ 1:28(a). If
the ,Office charges a deposit account by an amount
other than an amount specifically indicated in an
authorization (§ 1:25(b)), any request for refund based
upon such charge must be filed within two years from
the date of the deposit account 'statement indicating
such charge, and include a copy of that' deposit
account statement. The time periods set forth in this
paragraph are not extendable.

(c) If the Commissioner decides not to institute
a reexamination proceeding, for ex parte reexamina
tions filed under § 1:510, a refund of $1,690 will be
made to the reexamination requester. For inter partes
reexaminations filed under § I:913, a refund of
$7,970 will be made to the reexamination requester.
The reexamination requester should indicate the form
in which any refund should be made (e.g., by check,
electronic funds transfer" credit to a deposit, account,
etc.). Generally, reexamination refunds will be issued
in the form that the original payment was provided.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982;
50 FR 31826 Aug.6, 1985, effective Oct.5,1985; para. (c),
54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; para.
(c), 56 FR 65142, Dec. 13, 1991, effective DeC. 16, 1991;
paras. (a) and (c), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1,1992; para, (a) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; para. (a) revised and para. (b)
added, 65 FR 54604, Sept. 8, 2000,effective Nov. 7,2000;
para. (c) revised, 65 FR 76756, Dec. 7, 2000, effective Feb.
5,2001]
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§1.27 Definition of small entities and establish
ing statns as a small entity to permit pay
ment of small entity fees; when a
determination of entitlement to small
entity status and notification of loss of
entitlement to, small entity status are
required; fraud on the Office.

(a) Definition of small entities. A small entity
as used in this chapter means any party (person, small
business concern, or nonprofit organization) under
paragraphs (a)(l) through (a)(3) of this section.

(1) Person. A person, as used in paragraph
(c) of this section, means any inventor or other indi
vidual (e.g., an individual to whom an inventor has
transferred some rights in the invention), who has not
assigned, granted, conveyed, or licensed, and is under
no obligation under contract or law to assign, grant,
convey, or license, any rights in the invention. An
inventor or other individual who has transferred some
rights, or is under an obligation to transfer some rights
in the invention to one or more parties, can also qual
ify for small entity status if all the parties who have
had rights in the invention transferred to them also
qualify for small entity status either as a person, small
business concern, or nonprofit organization under this
section.

(2) Small business concern. A small business
concern, as used in paragraph (c) of this section,
means any business concern that:

(i) Has not assigned, granted, conveyed,
or licensed, and is under no obligation under contract
or law to assign, grant, convey, or license, any rights
in the invention to any person, concern, or organiza
tion which would not qualify for small entity status as
a person, small business concern, or nonprofit organi
zation.

(ii) Meets the standards set forth in
13 CFR part 121 to be eligible for reduced patent fees.
Questions related to standards for a small business
concern may be directed to: Small Business Adminis
tration, Size Standards Staff, 409 Third Street, S.W.,
Washington, D.C. 20416.

(3) Nonprofit Organization. A nonprofit
organization, as used in paragraph (c) of this section,
means any nonprofit organization that:

(i) Has not assigned, granted, conveyed,
or licensed, and is under no obligation under contract
or law to assign, grant, convey, or license, any rights
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in the invention to any person, concern, ororganiza
tion which would not qualify as a person, small busi
ness concern, or a nonprofit organization,and

(ii) Is either:

(A) A university or other institution of
higher education located in any country;

(B) An organization of the type
described in section 501(c)(3) of the Internal Revenue
Code of 1986 (26 U.S.C. 501(c)(3»and exempt from
taxation under section 501(a)of theInternal Revenue
Code (26 U.S.c. 50l(a»;

(C) Any nonprofit scientific or educa
tional organization qualified under a nonprofitorgani
zation statute of a state of this country (35U.S.C.
201(i»; or

(D) 'Any, nonprofit organization located
in a foreign country which would qualify as a non
profit organization under paragraphs (a)(3)(ii)(B) of
this section or (a)(3)(ii)(C) of this section if it were
located in this country.

(4) . Licenseto a Federal agency, (i) Forrer
sons under paragraph (a)(I) of this sectioncalicense
to the Government resulting from a rightsdetermina
tion under Executive Order 10096 does not constitute
a license so as to prohibit claiming small entity status.

(i) For persons under paragraph (a)(l) of
this section, a license to the Government resulting
from a, rights detennination under Executive Order
10096 d~es not constitute a license so as to prohibit
claiming small entity status.

(ii) , For small business concerrs and non
profit organizations under paragraphs (a)(2) and (a)(3)
of this section, a license to a Federal agency resulting
from,a funding agreement with that a&ency pursuant
to 35 U.S.C. 202(c)(4) does not constitute a license
for the purposes of paragraphs (a)(2)(i) and (a)(3)(i)
of this section. .

(b) Establishment of small entity status permits
payment of reduced fees. A small entity, as defined in
paragraph (a) of' this section, who has properly
asserted entitlement to small entity status pursuant to
paragraph (c) of this section will be accorded small
entity status by the Office in the particular application
or patent in which entitlement to small entity status
was asserted, Establishment of small entity status
allows the payment of certain reduced patent fees pur
suant to 35 U.S.C. 41(h).

(c) Assertion of small entity status. Any party
(person, small business concern or nonprofit organi
zation) should-make a detertnination, pursuant to
paragraph (f) of this section, of entitlement to be
accorded small entity status based on the definitions
setforth in paragraph (a) ofthis section, and must, in
order to establish small entity status for the purpose of
payingsmall entity fees, actually make an assertion of
entitlement to small entity status,in the manner set
forth in paragraphs (c)(l) or (c)(3) of this section, in
the application or patent in which such small entity
fees are to be paid.

(I) Assertion by writing. Small entity status
may be established by a written assertion of entitle
ment to small entity status. A written assertion must:

(i) Be clearly identifiable;
(ii) Besigned (see paragraph (c)(2) of this

section); and
(iii) Convey the concept of entitlement to

small entity status, such as by stating that applicant is
a small entity, or that small entity status is entitled to
be asserted for the applicationorpatent. While no
specific words or wording are required to assert small
entity status, the intent to assert small entity status
must be clearly indicated in order to comply with the
assertion requirement.

(2) Parties who can sign and file the written
assertion. The written assertion can be signed by:

(i) One of the parties identified in §
1.33(b) (e.g., an attorney or agent registered with the
Office),'§ 3.73(b) of this chapter notwithstanding,
who can also file the written assertion;

(ii) At least one of the individuals identi
fied as an inventor (even though a § 1.63 executed
oath or declaration has not been submitted), notwith
standing § 1.33(b)(4), who can also file the written
assertion pursuant to the exception under § 1.33(b) of
this part; Or

(iii) An assignee of an undivided part inter
est, notwithstanding §§ 'l.33(b)(3) and 3.73(b) of
this chapter, but the partial assignee cannot file
the assertion without resort to a party identified under
§ l.33(b) of this part.

(3) Assertion by payment of the small entity
basic filing or basic national fee. The payment, by
any party, of. the exact amount of one of the small
entity basic filing fees set forth in §§ U6(a), (f), (g),
(h), or (k), or one of the small entity basic national
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fees set forth in§§ 1.492(a)(I), (a)(2), (a)(3), (a)(4),
or (a)(5), will be treated as a written assertion of enti
tlement to small entity status even if the type of basic
filing or basic national fee is inadvertently selected in
error.

(i) If the Office accords small entity status
based on payment of a small entity basic filing or
basic national fee under paragraph (c)(3) of this sec
tion that is not applicable to that application, any bal
ance of the small entity fee that is applicable to that
application will be due along with the appropriate sur
charge set forth in § 1.16(e), or § 1.16(1).

(ii) The payment of any small entity fee
other than those set forth in paragraph (c)(3) of this
section (whether in the exact fee amount or not) will
not be treated as a written assertion of entitlement to
small entity status and will not be sufficient to estab
lish small entity status in an application or a patent.

(4) Assertion required in related, continuing,
and reissue applications. Status as a small entity must
be specifically. established by an assertion in each
related, continuing and reissue application in which
status is appropriate and desired. Status as a small

-entity in one application or patent does not affect the
status of any other application or patent, regardless of
the relationship of the applications or patents. The
refiling of an application under § 1.53 as a continua
tion, divisional, or continuation-in-part application
(including a continued prosecution application under
§ 1.53(d)), or the filing of a reissue application,
requires a new assertion as to continued entitlement to
small entity status for the continuing or reissue appli
cation.

(d) When small entity fees can be paid. Any fee,
other than the small entity basic filing fees and the
small entity national fees of paragraph (c)(3) of this
section, can be paid in the small entity amount only
if it is submitted with, or subsequent to, the submis
sion of a written assertion of entitlement to
small entity status, except when refunds are permitted
by § 1.28(a).

(e) Only one assertion required.
(1) An assertion of small entity status need

only be filed once in an application or patent. Small
entity status, once established, remains in effect until
changed pursuant to paragraph (g)(l) ofthis section.
Where an assignment of rights or an obligation to
assign rights to other parties who are small entities

occurs subsequent to an assertion of small entity sta
tus, a second assertion is not required.

(2) Once small entity status is withdrawn
pursuant to paragraph (g)(2) of this section, a new
written assertion is required to again obtain small
entity status.

(f) Assertion requires a determination of enti
tlement to pay small entity fees. Prior to submitting an
assertion of entitlement (0 small entity status in an
application, including a related, continuing, or reissue
application, a determination of such entitlement
should be made.pursuant to the requirements of para
graph (a) of this section. It should be determined that
all parties holding rights in the invention qualify for
small entity status. The Office will generally not ques
tion any assertion of small entity status that is made in
accordance with the requirements of this section, but
note paragraph (h) of this section.

(g)(l) New determination of entitlement to small
entity status is needed when issue and maintenance
fees are due. Once status as a small entity has been
established in an application or patent, fees as a small
entity may thereafter be paid in that application or
patent without regard to a.change in status until the
issue fee is due or any maintenance fee is due.

(2) Notification of loss ofentitlement to small
entity status is required when issue and maintenance
fees are due. Notification of a loss of entitlementto
small entity status must be filed in the application or
patent prior to paying, or at the time of paying, the
earliest of the issue fee or any maintenance fee due
after the date on which status as a small entity as
defined in paragraph (a) of this section is no longer
appropriate. The notification that small entity status is
no longer appropriate must be signed by a party iden
tified in § 1.33(b). Payment of a fee in other than the
small entity amount is not sufficient notification that
small entity status is no longer appropriate.

(h) Fraud attempted or practiced on the Office.

(1) Any attempt to fraudulently establish sta
tus as a small entity, or pay fees as a small entity, shall
be considered as a fraud practiced or attempted on the
Office.

(2) Improperly, and with intent to deceive,
establishing status as a small entity, or paying fees as
a small entity, shall be considered as a fraud practiced
or attempted on the Office.
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[47 FR 40139, Sept. 10, 1982, added effective Oct. 1,
1982; para. (c) added, 47 FR 43276, Sept. 30, 1982; paras.
(b), (c), and (d), 49 FR 553, Jan. 4, 1984, effective Apr. 1,
1984;revised, 62 FR 53131,Oct. 10, 1997,effectiveDec.I,
1997; revised, 65 FR 54604, Sept. 8, 2000, effective Sept.
8,2000]

§ 1.28 Refunds when small entity status is later
established; how errors in small entity
status are excused.

(a) Refunds based on later establishment of
small entity status. A refund pursuant to § 1.26, based
on establishment of small entity status, of a portion of
fees timely paid in fnll prior to establishing status as a
small entity may only be obtained if an assertion
under § 1.27(c) and a reqnest for a refund of the
excess amount are filed within three months of the
date of the timely payment of the full fee. The three
month time period is not extendable under § 1.136.
Status as a small entity is waived for any fee by the
failure to establish the status prior to payiug, at the
time of paying, or withiu three months of the date of
payment of, the full fee.

(b) Date ofpayment.
(1) The three-month period for requesting a

refund, pursuant to paragraph (a) of this section, starts
on the date that a full fee has been paid;

(2) The date when a deficiency payment is
paid in full determines the amount of deficiency that
is due, pursuant to paragraph (c) of this section.

(c) How errors in small entity status are
excused. If status as a small entity is established in
good faith, and fees as a small entity are paid in good
faith, in any application or patent, and it is later dis
covered that such status as a small entity was estab
lished in error, or that through error the Office was not
notified of a loss of entitlement to small entity status
as required by § 1.27(g)(2), the error will be excused
upon: compliance with the separate submission and
itemization requirements of paragraphs (c)(l) and
(c)(2) of this section, and the deficiency payment
requirement of paragraph (c)(2) of this section:

(I) Separate submission required for each
application or patent. Any paper submitted under this
paragraph must be limited to the deficiency payment
(all fees paid in error), required by paragraph (c)(2) of
this section, for one application or one patent: Where
more than one application or patent is involved, sepa-

rate submissions of deficiency payments (e.g.,
checks) and itemizations are required for each appli
cation or patent. See § 1.4(b).

(2) Payment of deficiency owed. The defi
ciency owed, resulting from the previous erroneous
payment of small entity fees, must be paid.

(i) Calculation of the deficiency owed.
The deficiency owed for each previous fee errone
ously paid as asmall entity is the difference between
the current fee amount (for other than a small entity)
on the date the deficiency is paid in full and the
amount of the previous erroneous (small entity) fee
payment. The total deficiency payment owed is the
sum of the iudividual deficiency owed amounts for
each fee amount previously erroneously paid as a
small entity. Where a fee paid in error as a small entity
was subject to a fee decrease between the time the fee
was paid in error and the time the deficiency is paid in
full, the deficiency owed is equal to the amount (pre
viously) paid in error;

(ii) Itemization of the deficiency payment.
An itemization of the total deficiency payment is
required. The itemization must include the following
information:

(A) Each particular type of fee that was
erroneously paid as a small entity, (e.g., basic statu
tory filing fee, two-month extension of time fee)
along with the current fee amount for a non-small
entity;

(B) The small entity fee actually paid,
and when. This will permit the Office to differentiate,
for example, between two one-month extension of
time fees erroneously paid as a small entity but on dif
ferent dates;

(C) The deficiency owed amount (for
each fee erroneously paid); and

(D) The total deficiency payment owed,
which is the sum or total of the individual deficiency
owed amounts set forth in paragraph (c)(2)(ii)(C) of
this section.

(3) Failure to comply with requirements. If
the requirements of paragraphs (c)(I) and (c)(2) of
this section are not complied with, such failure will
either: be treated as an authorization for the Office to
process the deficiency payment and charge the pro'
cessing fee set forth in § 1.17(i), orresult in a require
ment for compliance within a one-month non
extendable time period under § 1.136(a) to avoid the
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return of the fee deficiency paper, at the option of the
Office.

(d) Payment of deficiency operates as notifica
tion of loss of status. Any deficiency payment (based
on a previous erroneous payment of a small.entity.fee)
submitted under paragraph (c) of this section will be
treated under § 1.27(g)(2) as a notification of a loss of
entitlement to small entity status.

[47 FR 40140, Sept. 10,1982, added effective Oct. 1,
1982; para. (a), 49 FR 553, Jan. 4, 1984, effective Apr. 1,
1984; para. (d)(2), 57 FR 2021, Jan. 17, 1992, effective
Mar. 16, 1992; para. (c) revised, 58 FR 54504, Oct. 22,
1993, effective Jan. 3, 1994; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective Jnne 8, 1995; paras. (a) &
(c) revised, 62 FR 53131, Oct. 10 1997, effective Dec. 1,
1997; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7,2000]

Subpart B - National
Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEYOR AGENT

§ 1.31 Applicants may be represented by a reg
istered attorney or agent.

An applicant for patent may file and prosecutehis
or her own case, or he or she may be represented by a
registered attorney, registered agent, or other individ
ual authorized to practicebefore the Patent and Trade
mark Office in patent cases. See §§ 10.6 and 10.9 of
this subchapter. The Patent and Trademark Office
cannot aid in the selection of a registered attorney or
agent.

[50 FR 5171, Feb. 6,1985, effective Mar. 8,1985]

§ 1.32 [Reserved]

[Deleted 57 FR 29642, July 6, 1992, effectiveSept. 4,
1992]

§ 1.33 Correspondence respecting patentappli
cations, reexamination proceedings, .. and
other proceedings.

(a) Correspondence address and daytime tele
phone number. When filing an application, a corre
spondence address must be set forth in either an

application data sheet (§ 1.76), or elsewhere, in a
clearly identifiable manner, in any paper submitted
with ail 'application 'filing, If· no correspondence
address is specified, the Officemay treatthe mailing
address of the first named inventor (if provided, see
§§ 1.76(b)(1) and 1.63(c)(2» as the correspondence
address. The Office will direct all notices, official let
ters,and other communications relating to the appli
cation to the. correspondence address..The Office will
not engage in double correspondence with an appli
cant and a registered attorney or agent, or with more
than one registered attorney or agent except as
deemed necessary by the. Commissioner.. If more than
one correspondence address is specified, the Office
will establish one as the correspondence address. For
the party to whom correspondence is to be addressed,
a daytime telephone number shouldbe supplied in a
clearly identifiable manner and may be changed by
any party who •may change the correspondence
address. The correspondence address maY be changed
as follows:

(1) Prior to filingof § 1.63 oath or declara
tion by any of the inventors. If a. § 1.63 oath or decla
ration has not been filed by any of the inventors, the
correspondence address may be changed by the party
who filed the application. If the application was filed
by a registered attorney or agent; any other registered
practitioner named in the transmittal papers may also
change the correspondence address. Thus, the inven
tor(s), any registered practitioner named in the trans
mittal papers accompanying the original application,
or a party that will be the assignee who filed the appli
cation, may change the correspondence address in that
application under this paragraph.

(2) Where a §1.63 oath or declaration has
been filed by any of the inventors. If a § 1.63 oath or
declaration has been filed; or is filed concurrent with
the filing of an application, by any of the inventors,
the correspondence address may be changed by the
parties set forth in paragraph (b) of this section,
except for paragraph (b)(2)..

(b) Amendments and other papers. Amend
ments and other papers, except for written assertions
pursuant to§ 1.27(c)(2)(ii) of this part, filed in the
application must be signed by:

(1) A. registered attorney or agent of record
appointed in compliance with § 1.34(b);
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(2) A registered attorney or agent not of
record who acts in a representative capacity under the
provisions of § 1.34(a);

(3) An assignee as provided for nnder
§ 3.71(b) of this chapter; or

(4) All of the applicants (§ l.4l(b» for
patent, unless there is an assignee of the entire interest
and snch assignee has taken action in the application
in accordance with § 3.71 of this chapter.

(c) All notices, official letters, and other com
munications for the patent owner or owners in a reex
amination proceeding will be directed to the attorney
or agent of record (see § 1.34(b)) in the patent file at
the address listed on the register of patent attorneys
and agents maintained pursuant to §§ 10.5 and 10.11
or, if no attorney or agent is of record, to the patent
owner or owners at theaddress or addresses of record.
Amendments and other papers filed in a reexamina
tion proceeding on behalf of the patent owner must be
signed by the patent owner, or if there is more than
one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered
attorney or agent not of record who acts in a represen
tative capacity under the provisions of § 1.34(a). Dou
ble correspondence with the patent owner or owners
and the patent owner's attorney or agent, or with more
than one attorney or agent, will not be undertaken.
Ifmore than one attorney or agent is of record and a
correspondence address has not been specified, corre
spondence will be held with the last attorney or agent
made of record.

(d) A "correspondence address" or change
thereto may be filed with the Patent and Trademark
Office during the enforceable life of the patent. The
"correspondence address" will be used in any corre
spondence relating to maintenance fees unless a sepa
rate "fee address" has been specified. See § 1.363 for
"fee address" used solely for maintenance fee pur
poses.

[36 FR 12617, July 2, 1971; 46 FR 29181, May 29,
1981; para. (d) added, 49 FR 34724, Aug. 31, 1984, effec
tive Nov. 1, 1984; para. (c), 50 FR 5171, F.eb. 6,1985,
effective Mar. 8, 1985; paras. (a) & (b) revised, 62 FR
53131, Oct. 10 1997, effective Dec. 1, 1997; paras. (a) and
(b) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

§ 1.34 Recognition for representation.

(a) When a registered attorney or agent acting
in a representative capacity, pursuant to § 1.31,
appears in person or signs a paper in practice before
the United States Patent and Trademark Office in a
patent case, his or her personal appearance or signa
ture shall constitute a representation to the United
States Patent and Trademark Office that under the
provisions of this subchapter and the law, he or she is
authorized to represent the particular party in whose
behalf he or she acts. In filing such a paper, the regis
tered attorney or agent should specify his or her regis
tration number with his or her signature. Further proof
of authority to act in a representative capacity may be
required.

(b) When a registered attorney or agent shall
have filed his .or her power of attorney, or authoriza
tion, duly executed by the person or persons entitled
to prosecute an application or a patent involved in a
reexamination proceeding, pursuant to § 1.31, he or
she is a principal registered attorney or agent of
record in the case. A principal registered attorney or
agent, so appointed, may appoint an associate regis
tered. attorney or agent who shall also then be of
record.

[46 FR 29181, May 29, 1981; para. (a), 50 FR 5171,
Feb. 6, 1985, effective Mar. 6, 1985; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.36 .Revocation of power of attorney or
authorization; withdrawal of attorney or
agent.

A power of attorney or authorization of agent, pur
suant to § 1.31, may be revoked at any stage in the
proceedings of a case, and a registered attorney or
agent may withdraw,upon application to and approval
by the Commissioner. A registered attorney or agent,
except an associate registered attorney or agent whose
address is the same as that of the principal registered
attorney or agent, will be notified of the revocation of
the power of attorney or authorization, and the appli
cant or patent owner will be notified of the with
drawal of the registered attorney or agent. An
assignment will not of itself operate as a revocation of
a power or authorization previously given, but the
assignee of the entire interest may revoke previous
powers and be represented by a registered attorney or
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agent of the assignee' sown selection.See§ 1.613(d)
for withdrawal in an interference.

[49FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

WHO MAY APPLY FOR A PATENT

§ 1.41 Applicant for patent.
(a) . A patent is applied for in the name or names

ofthe actual inventor or inventors. .
(1) The inventorship of a. nonprovisional

application is that inventorship set forth in the oath or
declaration as prescribed by § 1.63, except .as pro
vided for in §§ 1.53(d)(4) and 1.63(d). If an oath Of
declaration as prescribed by § 1.63 is notfiled during
the p~ndency of a nonprovisional application, .the
inventorship is that inventorship set forth in the appli
cation papers filed pursuant to § 1.53(b), unless appli
cant files a paper, including the processing fee set
forth in § 1.17(i), supplying or changingthe name or
names of the inventor or inventors.

. (2) The inventorship of a provisional applica
tion is that inventorship set forth in the cover sheet as
prescribed by § 1.5I(c)(1). If a cover sheet as pre
scribed by § 1.51(c)(1) is not filed during the pen
dency of a provisional application, the inventorship is
that inventorship set forth in the application papers
filed pursuant to § 1.53(c), unless applicant files a
paper including the processing fee set forth in
§ 1.17(q),supplying or changing the name or names
of the inventor or-inventors.

(3) In a nonprovisional application filed
without an oath or declaration as prescribed by § 1.63
or a provisional application filed without a cover
sheet as prescribed by § 1.51(c)(I), the name, resi
dence, and citizenship of each person believed to be
an actual inventor should be provided when the appli
cation papers pursuant to § 1.53(b) or § 1.53(c) are
filed.

(4) The inventors who submitted an applica
tion under §1.494 or § 1.495 are the inventors in the
international application designating the United States
(§ 1.48(1)(1) does not apply to applications entering
the national stage).

(b) Unless the contrary is indicated the word
"applicant" when used in these sections refers to the
inventor or joint inventors who are applying for a

patent, or to the person mentioned in §§ 1.42, 1.43 or
1.47. who is applying for a patent in place of the
inventor.

(c) Any person authorized by the applicant may
physically or electronically deliver an application for
patent to the Office on behalf of the inventor or inven
tors, but an oath or declaration for the application (§
1.63) can only be made in accordance with § 1.64.

(d) A showing may be required from the person
filing the application that the filing was authorized
where such authorization comes into question.

[48 FR :2708, Jan. 20, 1983;48 FR 4285, Jan. 31,
1983; para. (a) revised, 62 FR 53131, Oct. 10, 1997,effec
tive Dec. 1; 1997; paras. (a) and (c) revised, 65 FR 54604,
Sept.8, 2000, effective Nov. 7, 2000]

§. 1.42 When the inventor is dead.

In case of the death of the inventor, the legal repre
sentative (executor, administrator, etc.) of the
deceased inventor may make. the necessary oath or
declaration, and apply for and obtain the patent.
Where the inventor dies during the time intervening
between the filing of the application and the granting
of a patent thereon, the letters patent may be issued to
the legal representative upon proper intervention.

[48FR 2709, Jan.20,1983, effective Feb.27,1983]

§ 1.43 When the inventor is. insane or legally
incapacitated.

In case an inventor is insane or otherwise legally
incapacitated, the legal representative (guardian, con
servator, etc.) of such inventor may make the neces
sary oath or declaration, and apply for and obtain the
patent.

[48 FR 2709, Jan.20,1983, effective Feb.27,1983]

§ 1.44 [Reserved]

[Removed and reserved, 65 FR 54604, Sept. 8, 2000,
effective Sept. 8, 2000]

§.1.45 Joint inventors.
(a) Joint inventors must apply for a patent

jointly and each must make the required oath ordecla
ration; neither of them alone, nor less than the entire
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number, can apply for a patent for an invention
invented by them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly
even though

(I) They did not physically work together or
at the same time,

(2) Each inventor did not make the same type
or amount of contribution, or

(3) Each inventor did not make a contribu
tion to the subject matter of every claim of the appli
cation.

(c) If multiple inventors are named in a nonpro
visional application, each named inventor must have
made a contribution, individually or jointly, to the
subject matter of at least one claim of the application
and the application will be considered to be a joint
application under 35 U.S.C. 116. If multiple inventors
are named in a provisional application, each named
inventor must have made a contribution, individually
or jointly, to the subject matter disclosed in the provi
sional application and the provisional application will
be considered to be a joint application under
35 U.S.C. 116.

[paras. (b) and (c),47 FR 41274,Sept. 17, 1982,effec
tive Oct. 1, 1982; 48 FR 2709, Jan. 20, 1983, effectiveFeb.
27,1983; 50 FR 9379,Mar.7,1985, effective May 8,1985;
para. (c) revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995]

§ 1.46 Assigned inventions and patents.
Incase the wholeor a part interest in the invention

orin the patent to be issued is assigned, the applica
tion must still be made or authorized to be made, and
an oath or declaration signed, by the inventor or one
of the persons mentioned in §§ 1.42, 1.43, or 1.47.
However, the patent may be issned to the assignee or
jointly to the inventor and the assignee as provided in
§ 3.81.

[48 FR 2709, Jan. 20,1983, effective Feb. 27, 1983;
57 FR 29642, July 6,1992, effective Sept.4,1992]

§ 1.47 Filing when an inventor refuses to sign or
cannot be reached.

(a) If a joint inventorrefuses to join in an appli
cation for patent or cannot be found or reached after
diligent effort, the application may be made by the
other inventor on behalfofhimself or herself and the

nonsigning inventor. The oath or declaration in such
an application must be accompanied by a petition
including proof of the pertinent facts, the fee set forth
in § L17(h), and the last known address of the non
signing inventor.The nonsigning inventor may subse
quently join in the application by filing an oath or
declaration complying with § 1.63.

(b) Whenever all of the inventors refuse to exe
cute an application for patent, or cannot be found or
reached after diligent effort, a person to whom an
inventor has assigned or agreed in writing to assign
the invention, or who otherwise shows sufficient pro
prietary interest in the matter justifying such action,
may make application for patent on behalf of and as
agent for all the inventors. The oath or declaration in
such an application must be accompanied by a peti
tion including proof of the pertinent facts, a showing
that such action is necessary to preserve the rights of
the parties or to prevent irreparable damage, the fee
set forth in § 1.17(h), and the last known address of alI
of the inventors. An inventor may subsequently join
in the application by filing an oath or declaration
complying with § 1.63.

(c) The Office will send notice of the filing of
the application to all inventors who have not joined in
the application at the address(es) provided in the peti
tion under this section, and publish notice of the filing
of the application in the Official Gazette. The Office
':flaydispense with this notice provision in a continua
tion or divisional application, if notice regarding the
filing of the prior application was given to the non-
signing inventor(s). .

[47 FR41275, Sept. 17, 1982, effective Oct. 1, 1982;
48 FR2709, Jan. 20, 1983, effective Feb. 27, 1983; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

§ 1.48 Correction of inventorship in a patent
application, other than a reissue applica
tion, pursuantto 35 U.S.C 116.

(a) Nonprovisional application after oath/dec
laration filed. If the inventive entity is set forth in er
ror in an executed § 1.63 oath or declaration in a
nonprovisional application, and such error arose with
out any deceptive intention on the part of the person
named as an inventorin error or on the part of the per
son who through error was not named as an inventor,
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the inventorship of the nonprovisional application
may be amended to name only the actual inventor or
inventors. If the nonprovisional application is in
volved in an interference, the amendment must com
ply with the requirements of this section and must be
accompanied by a motion under § 1.634. Amendment
of the inventorship requires:

(I) A request to correctthe inventorship that
sets forth the desiredinventorship change;

(2) A statement from each person being
added as an inventor and from each person being
deleted as an inventor that the error in inventorship
occurred without deceptive intention on his or her
part;

(3) .. An oath or declaration by the actual
inventor or inventors as required by § 1.63 or as per
mitted by §§ 1.42, 1.43 or § 1.47;

(4) The processing fee set forth in § 1.17(i);
and

(5) If an assigmnent has been executedby
any of the original named inventors, the written con
sent of the assignee (see § 3.73(b) ofthis chapter).

(b) Nonprovisional application-fewer .inven
tors due to amendment or cancellation of claims. If
the correct inventors are named in a nonprovisional
application, and the prosecution ofthe nonprovisional
application results in the amendment or cancellation
ofclaimsso that fewer than allofthecurrently named
inventors are the acfual inventors of the invention
being claimed in the nonprovisionalapplication, an
amendment must be filed requesting deletion of the
name or names of the person or persons who are not
inventors of the invention being claimed. If the appli
cation is involved in an interference, the amendment
must comply with the requirements of this section and
must be accompanied by a motion under§ 1.634.
Amendment of the inventorship requires:

(1) A request, signed by a party set forth in
§ 1.33(b), to correct the inventorship that identifies
the named inventor or inventor's being deleted and
acknowledges that the inventor's. invention is no
longer being claimed in the nonprovisional applica
tion;and

(2) The processing fee set forth in § 1.17(i).
(c) Nonprovisional application-e-inventors

added for claims to previously unclaimed subject mat
ter. If anonprovisional application discloses
unclaimed subject matter by an inventor or inventors

not named in the application, the application may be
amended to add claims tothe subject matter and name
the correct inventors for the application. If the appli
cation is involved in an interference, the amendment
must comply with the requirements of this section and
must be accompanied by a motion under § 1.634.
Amendment ofthe inventorship requires:

(1) A request to correctthe inventorship that
sets.forth the desired inventorship change;

(2) A. statement from each person being
added as an inventor that the addition is necessitated
by amendment of the claims.and that the inventorship
error occurred without deceptive intention on his or
her part..

(3) An oath or declaration by the actual
inventors as required by § 1.63 or as permitted by §§
1.42, 1.43, or § 1.47;

(4) The processing fee set forth in § 1.17(i);
and

(5) If auassignment has been executed by
any of the original named inventors, the written con
sent of the assignee (see § 3.73(b) of this chapter).

(d) Provisional application-adding omitted
inventors. If the, name ornames Of an inventor or
inventors wereomltted in. a provisional application
through error without any deceptive intention on the
part of the omitted inventor or inventors, the provi
sional application may be amended to add the name or
names of the omitted inventor or inventors. Amend
ment of the Invenrorship rcquires:

(1) A request, signed byaparty set forth in §
1.33(b), tO,correct the inventorshipthat identifies the
inventor or inventors being added and.states that the
inveniorship error .0ccurred\yitllout dec~ptive inten
tion on the part of the omitted inventor Or inventors;
and

(2) The processing fee set forth in ·§1.17(q).
(e) Provisional application-deleting the name

or ~a",:es ofthe inventor or inventors. If a person or
persons were named as an inventor or inventors in a
provisional application. through error without any
deceptive intention on the part of such person or per
sons; an amendment maybe filed in the provisional
application deleting the name or names of the person
or personswho were erroneously named. Amendment
of theinventorship requires:

(1) A request to correct theinventorship that
sets forth the desired .inventorship change;
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(2) A statement by the person or persons
whose name or names are being deleted that the
inventorship error occurred without deceptive inten
tion on the part of such person or persons;

. (3) The processing fee set forth in § 1.17(q);
and

(4) If an assignment has been executed by
any of the original named inventors, the written con
sent of the assignee (see § 3.73(b) of this chapter).

(f)(I) Nonprovisional application-s-filing exe
cuted oath/declaration corrects inventorship. If the
correct inventor or inventors are not named on filing a
nonprovisional application under § 1.53(b) without an
executed oath or declaration uuder § 1.63 by any of
the inventors, the first submission of an executed oath
or declaration under § 1.63 by any of the inventors
during the pendency of the application will act to cor
rect the earlier identification of inventorship. See
§§ 1.4I(a)(4) and 1.497(d) for submission of an exe
cuted oath or declaration to enter the national stage
under 35 U.S.c. 371 and § 1.494 or § 1.495 naming
an inventive entity different from the inventive entity
set forth in the international stage.

(2) Provisional application filing cover sheet
corrects inventorship. If the correct inventor or inven
tors are not named on filing a provisional application
without a cover sheet under § 1.51(c)(I), the later sub
mission of a cover sheet under § 1.51(c)(1) during the
pendency of the application will act to correct the ear
lier identification of inventorship.

(g) Additional information may be required.
The Office may require such other information as may
be deemed appropriate under the particular circum
stances surrounding the correction of inventorship.

(h) Reissue applications not covered. The pro
visions of this section do not apply to reissue applica
tions. See §§ 1.171 and 1.175 for correction of
inventorship in a patent via a reissue application.

(i) Correction of inventorship in patent or
interference. See § 1.324 for correction of inventor
ship in a patent, and § 1.634 for correction of inven
torship in an interference.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
49FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50FR 9379, Mar. 7, 1985, effective May 8, 1985; para. (a),
57 FR 56446, Nov. 30, 1992, effective Jan. 4, 1993;
revised, 60 FR 20195, Apr. 25, 1995, effective Juue 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.

1, 1997; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000]

THE APPLICATION

§ 1.51 General requisites of an application.
(a) Applications for patents must be made to

the Commissioner of Patents and Trademarks.
(b) A complete application filed under

§ 1.53(b) or § 1.53(d) comprises:
(I) A specification as prescribed by

35 U.S.c. 112, including a claim or claims, see §§
1.71 to 1.77;

(2) An oath or declaration, see §§ 1.63 and
1.68;

(3) Drawings, when necessary, see §§ 1.81 to
1.85; and

(4) The prescribed filing fee, see § 1.16.
(c) A complete provisional application filed

under § 1.53(c) comprises:
(I) A cover sheet identifying:

(i) The application as a provisional appli-
cation,

(ii) The name or names of the inventor or
inventors, (see § 1.41(a)(2)),

(iii) The residence of each named inventor,
(iv) The title of the invention,
(v) The name and registration number of

the attorney or agent (if applicable),
(vi) The docket number used by the person

filing the application to identify the application (if
applicable),

(vii) The correspondence address, and
(viii) The name of the U.S. Government

agency and Government contract number (if the
invention was made by an agency of the U.S. Govern
ment or under a contract with an agency of the U.S.
Government);

(2) A specification as prescribed by the first
paragraph of 35 U.S.C. 112, see § 1.71;

(3) Drawings, when necessary, see §§ 1.81 to
1.85; and

(4) The prescribed filing fee, see § 1.16.
(d) Applicants are encouraged to file an infor

mation disclosure statement in nonprovisional appli
cations. See § 1.97 and § 1.98. No information
disclosure statement may be filed in a provisional
application.
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[42 FR 5593, Jan, 28, 1977;paras. (a) and (c), 47 FR
41275,Sept. 17, 1982, effectiveOct. 1, 1982; paras. (a) and
(b), 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
para. (b), 57 FR 2021, Jan. 17, 1992, effective Mar. 16,
1992; paras. (a) & (b) revised,60 FR 20195, Apr. 25, 1995,
effective Jnne 8, 1995; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; para. (b) revised, 65 FR
54604,Sept. 8, 2000,effectiveNov. 7, 2000]

§ 1.52 Language, paper, writing, margins, com
pact disc specifications.

(a) Papers thatare to become apart of the per
manent United States Patent and Trademark Office
records in the file ofa patent application or a reexam
ination proceeding.

(1) All papers, other than drawings, that are
to become a part of the permanent United States
Patent and Trademark Office records in the file of a
patent application or reexamination proceeding must
be on sheets of paper that arethe Same size, and:

(i) Flexible, strong, smooth, non-shiny,
durable, and white;

(ii) Either 21.0 em by 29.7 em (DIN size
A4)or 21.6 em by 27.9 em (8 112 by 11 inches), with
each sheet including a top margin of at least 2.0 em
(3/4 inch), a left side margin of at least 2.5 em (1
inch), a right side margin of at least 2.0 ern (3/4 inch),
and a bottom margin of at least 2.0 cm (3/4 inch);

(iii) Written on only one side in portrait ori
entation;

(iv) Plainly and legibly written either by a
typewriter or machine printer in permanent dark ink
or its equivalent; and

(v) Presented in a form having sufficient
clarity and contrast between the paper and the writing
thereon to permit the direct reproduction of readily
legible copies in any number by use of photographic,
electrostatic, photo-offset, and microfilming pro
cesses. and electronic capture by use of digital imag
ing and optical character recognition.

(2) All papers that are to become a part of the
permanent records of the United States Patent and
Trademark Office should have no holes in the sheets
as submitted.

(3) The provisions of this paragraph and
paragraph (b) of this section do not apply to the pre
printed information on forms provided by the Office,
or to the copy of the patent submitted in double col-

umn format as the specification in a reissue applica
tion or request for reexamination.

. (4) See§ 1.58 for chemical and mathematical
formulae and tables, and § 1.84 for drawings,

(5) If papers that do not comply with para
graph (a)(I) of this section are submitted as part of the
permanent record, other than the drawings, applicant,
or the patent owner, or the requester in a reexamina
tion proceeding, will be notified and must provide
substitute papers that comply with paragraph (a)(l) of
this section within a set time period.

(b) The application (specification, including the
claims, drawings, and oath Or declaration) or reex
amination proceeding and any amendments or correc
tions to the application or reexamination proceeding.

(I) The application or proceeding and any
amendments or corrections to the application (includ
ing any translation submitted pursuant to paragraph
(d) of this section) or proceeding, except as provided
for in § 1.69 and paragraph (d) of this section, must:

(i) Comply with the requirements of para"
graph (a) of this section; and

(ii) Be in the English language or' be
accompanied by a translation of the application and a
translation of any corrections or amendments into the
English language together with a statement that the
translation is accurate.

(2) The specification (including the abstract
and claims) for other than reissue applications and
reexamination proceedings, and any amendments for
applications (including reissueapplications) and reex
amination proceedings to the specification, except as
provided forin §§ 1.821 through 1.825, must have:

(i) Lines that are 1 112 or double spaced;
(ii) Text written in a nonscript type font

(e.g., Arial, Times Roman, or Courier) lettering style
having capital letters which are at least 0.21 em (0.08
inch) high; and

(iii) Only a single column of text.
(3) The claim or claims must commence on a

separate sheet (§ 1.75(h)).
(4) The abstract must commence on a sepa

rate sheet or be submitted as the first page of the
patent in a reissue application or. reexaminatioll pro
ceeding (§ 1.72(b)).

(5) Other than in a reissue application or
reexamination proceeding, the pages of the specifica
tion including claims and abstract must be numbered
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consecutively, starting with I, the numbers being cen
trally located above or preferably, below, the text.

(6) Other than in a reissue application or
reexamination proceeding, the paragraphs of the spec
ification, other than in the claims or abstract, may be
numbered at the time the application is filed, aud
should be individually and consecutively numbered
using Arabic numerals, so as to unambiguously iden
tify each paragraph. The number should consist of at
least four numerals enclosed in square brackets,
including leading zeros (e.g., [0001]). The numbers
and enclosing brackets should appear to the right of
the left margin as the first item in each paragraph,
before the first word of the paragraph, and should be
highlighted in bold. A gap, equivalent to approxi
mately four spaces, should follow the number. Non'
text elements (e.g., tables, mathematical or chemical
formulae, chemical structures, and sequence data) are
considered part of the numbered paragraph around or
above the elements, and should not be independently
numbered. If a nontext element extends to the left
margin, it should not be numbered asa separate and
independent paragraph. A list is also treated as part of
the paragraph around or above the list, and should not
be independently numbered. Paragraph or section
headers (titles), whether abutting the left margin or
centered on the page, are not considered paragraphs
and should not be numbered.

(7) If papers that do not comply with para
graphs (b)(I) through (b)(5) of this section are sub
mitted as part of the application, applicant, or patent
owner, or requester in a reexamination proceeding,
will be notified and the applicant, patent owner or
requester in a reexamination proceeding must provide
substitute papers that comply with paragraphs (b)(I)
through (b)(5) of this section within a set time period.

(c)(I) Any interlineation, erasure, cancellation or
other alteration of the application papers filed must be
made before the signing of any accompanying oath or
declaration pursuant to § 1.63 referring to those appli
cation papers and should be dated and initialed or
signed by the applicant on the same sheet of paper.
Application papers containing alterations made after
the signing of an oath or declaration referring to those
application papers must be supported by a supplemen
tal oath or declaration under § 1.67. In either situation,
a substitute specification (§ 1.125) is required if the

application papers do not comply with paragraphs (a)
and (b) of this section,

(2) After the signing of the oath or declara
tion referring to the application papers, amendments
may only be made in the manner provided by §
1.121.

(3) Notwithstanding the provisions of this
paragraph, if an oath or declaration is a copy of the
oath or declaration from a prior application, the appli
cation for which such copy is submitted may contain
alterations that do not introduce matter that would
have been new matter in the prior application.

(d) A nonprovisional or provisional application
may be in a language other than English.

(I) Nonprovisional application. If a nonpro
visional application is filed in a language other than
English, an English language translation of the non
English language application, a statement that the
translation is accurate, and the processing fee set forth
in § 1.17(i) are required. If these items are not filed
with the application, applicant will be notified and
given a period of time within which they must be filed
in order to avoid abandonment.

(2) Provisional application. If a provisional
application is filed in a language other than English,
an English language translation of the non-English
language provisional application will not be required
in the provisional application, See§ 1.78(a) for the
requirements for claiming the. benefit of such provi
sional application in a .nonprovisional application.

(e) Electronic documents that are to become
part ofthe permanent United States Patent and Trade
mark Office records in the file of a patent application
or reexamination proceeding.

(1) The following documents may be submit
ted to the Office on a compact disc in compliance with
this paragraph:

(i) A computer program listing (see §
1.96);

(ii) A "Sequence Listing" (submitted
under § 1.821(c»; or

(iii) A table (see § 1.58) that has more than
50 pages oftext.

(2) A compact disc as used in this part means
a Compact Disc-Read Only Memory (CD-ROM) or a
Compact Disc-Recordable (CD-R) in compliance
with this paragraph. A CD-ROM is a "read-only"
medium on which the data is pressed into the disc so
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that it cannot be changed or erased. A CD-R is a
"write once" medium on which once the data is
recorded, it is permanent and cannot be changed or
erased.

(3)(i) Each compact disc must conform to the
International Standards Organization (ISO) 9660'stan
dard, and the contents of each compact disc must be in
compliance with the American Standard Code for
Information Interchange (ASCII).

(ii)Each compact disc must be enclosed in
a hard compact disc case within an unsealed padded
and protective mailingenvelope arid accompanied by
a transmittal letter on paper in accordance with para
graph (a) of this section. The transmittal letter must
list for each compact disc the machine format (e.g.,
IBMcPC, Macintosh), the operating system compati
bility (e.g., MS-DOS, MS,Windows, Macintosh,
Unix), a list of files contained on the compact disc
including their names, sizes in bytes, and dates of cre
ation, plus any other special information that is neces
sary to identify, "maintain, and interpret the
information on the compact disc. Compact discs sub
mitted to the Office will not be returned to the appli
cant,.:

(4) Any compact disc must be submitted
in duplicate unless it contains only' the "Sequence
Listing" in . computer readable form required by
§ L821(e). The compactdisc arid duplicate copymust
be labeled "Copy '1" and "Copy 2," 'respectively. The
transmittal letter which accompanies the compact disc
must include a statement that the two compact discs
are identical, In the event that the two compact discs
are not identical, the Office will use the compact disc
labeled "Copy I" for further processing. Any amend
ment to the information on a compact disc must be by
way of a replacement compact disc in compliance
with this paragraph containing the substitute informa
tion, and must be accompanied by a statement that the
replacement compact disc contains no new matter.
The compact disc and copy must be labeled "COPY I
REPLACEMENT MMlDDIYYYY" (with the month,
day and year of creation indicated), and."COPY 2
REPLACEMENT MMIDDIYYYY," respectively.

(5) The specification must contain anincor
poration-by-reference of the material on the compact
disc in a separate paragraph (§ L77(b)(4)), identifying
each compact disc by the names of the files. contained
on each of the compact discs, their date of creation
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and their sizes in bytes. The Office may require appli
cant to amend the specification to include in the paper
portion any part of the specification previously sub
mitted on compact disc.

(6) A compact disc must also be labeled with
the following information:

(i) The name ofeach inventor (if known);
(ii) Title of the invention;
(iii) The docket number, or application

number if known, used by the person filing the appli
cation to identify the application; and

(iv) A creation date of the compact disc.
(v) If multiple compact discs .are submit

ted, the label shall indicate their order (e.g. "I of X").
(vi) An indication that the disk is "Copy 1"

or "Copy 2" of the submission. See paragraph (b)(4)
of this section.

(7) If a file is unreadable on both copies of
the disc, the unreadable file will be treated as not hav
ing been submitted. A file is umeadable if, for exam
ple, it is of a format that does not comply with the
requirements ofparagraph (e)(3) of this section, it is
corrupted by a computer virus, or it is written onto a
defective compact disc.

[43 FR 20462, May 11, 1978; paras. (a) and (d), 47 FR
41275, Sept. 17, 1982, effective 'Oct, 1, 1982; para: (c),
48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; para.
(d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984;para.
(c), 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
Paras. (a) and (b)amended,61 FR42790, Aug. 19, 1996,
effectiveSept.23,1996; paras. (a), (c) & (d) revised,62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (e)
added, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000
(effective date corrected, 65 FR 78958, Dec. 18,2000);'
paras. (a), (b), and (c) revised, 65FR 54604, Sept. 8, 2000,
effective Nov. 7,. 2000; para. (d) revised, 65 FR 57024,
Sept. 20, 2000,effectiveNov. 29, 2000]

§ 1.53 Application number, filing date, and
completion of application.

(a) Application number. Any papers received in
the Patent and Trademark Office which purport to be
an application for a patent will be assigned an applica
tion number for identification purposes.

(b) Application filing requirements - Nonprovi
sional application..The filing date of an application
for patent filed under this section, except for a provi
sional application under paragraph (c) of this section
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or a continued prosecution application under para
graph (d) of this section, is the date on which a speci
fication as prescribed by 35 U.S.c. 112 containing a
description pursuant to § 1.71 and at least one claim
pursuant to§ 1.75, and any drawing required by
§ 1.81(a) arefiled in the Patent and Trademark Office.
No new matter may beintroduced into. an application
after its filing date .• A continuing application, which
may be a continuation, divisional, or continuation-in
part application, may be filed under the conditions
specified in 35 U.S.c. 120, 121 or 365(c) and
§ 1.78(a).

(1) A continuation or divisional application
that names as inventors the same or fewer than all
of the inventors named in the prior application may
be filed under this paragraph or paragraph (d) of this
section.

(2) A continuation-in-part application (which
may disclose and claim subject matter not disclosed in
the prior application) or a continu.ation or divisional
application naming an inventor not named in the prior
application must be filed under this paragraph.

(c) Application filing requirements - Provi
sional application. The filing date of a provisional
application is the date on which a specification as pre
scribed by the first paragraph of 35 U.S.C. 112, and
any drawing required by § 1.81(a) are filed in the
Patent and Trademark Office. No amendment,other
than to make the provisional application comply with
the .patent statute and all applicable regulations, may
be made to the provisional application after the filing
date of the provisional application.

(1) A provisional application must also
include the cover sheet required by § 1.51(c)(I),
which may be an application data sheet (§ 1.76), or a
cover letter identifying the application as a provi
sional application. Otherwise, the application will be
treated as an application filed under paragraph (b) of
this section.

(2) An application ·for patent filed under
paragraph (b) of this section may be converted to a
provisional application and be accorded the original
filing date of the application filed under paragraph (b)
of this section. The grant of such a request for conver
sion will not entitle applicantto a refund of the fees
that were properly paid in the application filed under
paragraph (b) of this section. Such a request for con
version must be accompanied by the processing fee

set forth in § 1.17(q) and be filed prior to the earliest
of:

(i) Abandonment of the application filed
under paragraph (b) of this section;

(ii) Payment of the issue fee on the appli
cation filed under paragraph (b) of this sectiou;

(iii) Expiration of twelve months after the
filing date of the application filed under paragraph (b)
of this section; or

(iv) The filing of a request for a statutory
invention registration under § 1.293 in the application
filed under paragraph (b) of this section.

(3) A provisional application filed under
paragraph (c) of this section may be converted to a
nonprovisional application filed under paragraph (b)
of thissectionand accorded the original filing date of
the provisional application. The conversion of a pro
visional application to a nonprovisional application
will not result in either the refund of any fee properly
paid in the provisional application or the application
of any such fee to the filing fee, or any other fee, for
the nonprovisional application. Conversion of a provi
sional application to a nonprovisional application
under this paragraph will result in the term of any
patent to issue from the application being measured
from at least the filing date of the provisional applica
tion for which conversion is requested. Thus, appli
cants should consider avoiding this adverse patent
term impact by filing a nonprovisional application
claiming. the benefit of the provisional application
under 35 U.S.C. 119(e) (rather than converting the
provisional application into a nonprovisional applica
tion pursuant to this paragraph). A request to convert
a provisional application to a nonprovisional applica
tion must be accompanied by the fee set forth in
§ 1.17(i) and an amendment including at least one
claim as prescribed by the second paragraph of
35 U.S.C. 112, unless the provisional application
under paragraph (c) of this section otherwise contains
at least one claim as prescribed by the second para
graph of 35 U.S.C.112. The nonprovisional applica
tiou resulting from conversion of a provisional
application must also include the filing fee for a non
provisional application, an oath or declaration by the
applicant pursuantto §§ 1.63, 1.162, or 1.175, and the
surcharge required by § 1.16(e) if either the basic fil
ing fee for a nonprovisional application or the oath or
declaration was not present on the filing date
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accorded the resulting nonprovisional application
(i.e., the filing date of the original provisional applica
tion). A requestto convert a provisional application to
a nonprovisional application must also be filed prior
to the earliest of:

(i) Abandonment of the provisional appli
catiOJ! filed under paragraph (c)of this section; or

(ii) Expiration of twelve months after the
filing date of the provisional application. filed under
this paragraph (c).

(4) Aprovisional applicationis not entitled
to the right of priority under 35 U.S.C. 119 or365(a)
or§ 1.55, or to the benefit of an earlier filing date
under 35 U,S.C. 120, 121 or 365(c) or § ].78 ofany
other application. No claim for priority under
35 U.S.c. 119(e) or § 1.78(a)(4) may be. made in a
design application based on a provisi?nal application.
No request under § 1.293 for a statutory invention
regist!"ati0n. maybe filed in a provisional application.
The requirements of §§ 1.821 through 1.825 regard
ing application disclosures containing nucleotide and!
or amino acid sequences are not mandatory for provi
sional applications.

(d) Application filing requirements - Continued
prosecution (nonprovisional) application.

(1) A continuation or divisional application
(but not a continuation-in-partj.of a prior nonprovi
sional application may be filed as a continued prose
cution application under this paragraph, provided that:

(i) The prior nonprovisional application is
either:

(A) A utility or plant application that
wasfiled under 35 U.S.c. l11(a) before May 29,
2000,and is complete as defined by §1.51(b);or

(B) A design application that is complete
as defined by § 1.51(b); or

(C) The national stage of an interna
tional application that was filed under 35 U.S.C. 363
before May 29, 2000, and is in compliance with
35 U.S.c. 371; and

(ii) The application under this paragraph is
filed before the earliest of:

(A) Payment of the issue fee on the prior
application, unless a petition under § l.313(c) is
granted in the prior application;

(B) Abandomnent of the prior applica-
tion; or

(C) Termination of proceedings on the
prior application.

(2) The filing date of a continued prosecution
application is the date on which a request on a sepa
rate paper for an application underthisparagraph is
filed. An application filed under-this paragraph:

(i) Must identify the prior application;

(ii). .Discloses and claims only subject mat
ter disclosed in the prior application;

(iii) Names as inventors the same inventors
named in the prior application on the date the applica
tion under thisparagraph was filed, except as pro
vided in paragraph (d)(4) of this section;

(iv) Includes the request for an application
under this paragraph, will utilize the. file jacket and
contents of the prior application, including the specifi
cation, .drawings and oath or declaration from the
prior application, to constitute the new application,
and will be assigned the application number of the
priorapplication for identification purposes; and

(v) Is a request to expressly abandon the
prior application asof the filing date of the request for
an application under this paragraph..

(3) .The filing fee for a continued prosecution
application filed under this paragraph is:

(i) The basic filing fee as set forth in
§ 1.16; and

(ii) Any additional §1.16 fee due based on
the number of claims remaining in the application
after entry of any amendment accompanying the
request for an application under this paragraph and
entry of any amendments under § 1.116 unentered in
the prior application which applicant has requested to
be entered in the continued prosecution application.

. (4) An application filed under this paragraph
may be filed by fewer than all the inventors named in
the prior application, provided that the request for an
application under this paragraph when filed is accom
panied by a statement requesting deletion of the name
or names of the person or persons who are not inven
tors of the invention being claimed in the new appli
cation. No person may be named as an inventor in an
application filed under this paragraph who was not
named as an inventor in the prior application on the
date the application under this paragraph was filed,
except by way of correction of inventorship under
§ 1.48.
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(5) Any new change must be made in the
form of an amendment to the prior application as it
existed prior to the filing of an application under this
paragraph. No amendment in an application under this
paragraph (a continued prosecution application) may
introduce new matter or matter that would have been
new matter in the prior application. Any new specifi
cation filed with the request for an application under
this paragraph will not be considered part of the origi
nal application papers, but will be treated as a substi
tute specification in accordance with § 1.125.

(6) The filing of a continued prosecution
application under this paragraph will be construed to
include a waiver of confidentiality by the applicant
under 35 U.S.C. 122 to the extent that any member of
the public, who is entitled under the provisions of
§ 1.14 to access to, copies of, or information concern
ing either the prior application or any continuing
application filed under the provisions of this para
graph, may be given similar access to, copies of, or
similar information concerning the other application
or applications in the file jacket.

(7) A request for an application under this
paragraph is the specific reference required by
35 U.S.C. 120 to every application assigned the appli
cation number identified in such request. No amend
ment in an application under this paragraph may
delete this specific reference to any prior application.

(8) In addition to identifying the application
number of the prior application, applicant should fur
nish in the request for an application under this para
graph the following information relating to the prior
application to the best of his or her ability:

(i) Title of invention;

(ii) Name of applicant(s); and

(iii) Correspondence address.

(9) Envelopes containing only requests and
fees for filing an application under this paragraph
should bemarked "Box CPA." Requests for an appli
cation under this paragraph filed by facsimile trans
mission should be clearly marked "Box CPA."

(10) See § 1.103(b) for requesting a limited
suspension of action in an application filed under this
paragraph.

(e) Failure to meet filing date requirements.

(I) If an application deposited under para
graph (b), (c), or (d) of this section does not meet the
requirements of such paragraph to be entitled to a fil
ing date, applicant will be SO notified, if a correspon
dence address has been provided, and given a time
period within which to correct the filing error.

(2) Any request for review of a notification
pursuant to paragraph (e)(I) of this section, or a noti
fication that the original application papers lack a por
tion of the specification or drawing(s), must be by
way of a petition pursuant to this paragraph accompa
nied by the fee set forth in§ 1.17(h). In the absence of
a timely (§ 1.181(t)) petition pursuant to this para
graph, the filing date of an application in which the
applicant was notified of a filing error pursuant to
paragraph (e)(l) of this section will be the date the fil
ing error is corrected.

(3) If an applicant is notified of a filing error
pursuant to paragraph (e)(I) of this section, but fails
to correct the filing error within the given time.period
or otherwise timely (§ 1.181(f) take action pursuant
to this paragraph, proceedings in the application will
be considered terminated. Where proceedings in an
application are terminated pursuant to this paragraph,
the application may be disposed of, and any filing
fees, less the handling fee set forth in § 1.21(n), will
be refunded.

(f) Completion ofapplication subsequent to fil
ing-s-nonprovisional (including continued prosecution
or reissue) application.

(I) If an application which has been accorded
a filing date pursuant to paragraph (b) or (d) of this
section does not include the basic filing fee, or if an
application which has been accorded a filing date pur
suant to paragraph (b) of this section does not include
an oath or declaration by the applicant pursuant to §§
1.63, 1.162 or § 1.175, and applicant has provided a
correspondence address (§ l.33(a)), applicant will be
notified and given a period of time within which to
pay the filing fee, file an oath or declaration in an
application under paragraph (b) of this section, and
pay the surcharge required by § 1.16(e) to avoid aban
donment.

(2) If an application which has been accorded
a filing date pursuant to paragraph (b) of this section
does not include the basic filing fee or an oath or dec
laration by the applicant pursuant to §§ 1.63, 1.162 or
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§ 1.175, and applicant has not provided a correspon
dence address (§ 1.33(a)), applicant has two months
from the filing date of the application within which to
pay the basic filing fee, file an oath or declaration, and
pay the surcharge required by § 1.16(e) to avoid aban
donment.

(3) This paragraph applies to continuation or
divisional applications under paragraphs (b) or (d) of
this section and to continuation-in-part applications
under paragraph (b) of this section,

(4) See § 1.63(d) concerning the submission
of a copy of the oath or declaration from the prior
application for a continuation or divisional application
under paragraph (b) of this section.

(5) If applicant does not pay one ofthe basic
filing or the processing and retention fees (§1.21(1»
during the pendency of the application, the Office
may dispose of the application.

(g) Completion ofapplication subsequent to fil
ing--provisional application.

(1) If a provisional application which has
been accorded a filing date pursuant to paragraph (c)
Of this section does not include the cover sheet
required by § 1.51(c)(I) or the basic filing fee (§
1.16(k», and applicant has provided a correspondence
address (§ l.33(a», applicant will be notified and
given a period of time within which to pay the basic
filing fee, file a cover sheet (§ 1.51(c)(I», and pay the
surcharge required by § 1.16(1) to avoid abandonment.

(2) If a provisional application which has
been accorded a filing date pursuant to paragraph
(c) of this section does not include the cover
sheet required by § 1.51(c)(I) or the basic filing fee
(§ 1.16(k», and applicant has not provided a corre
spoudence address (§ 1.33(a»,. applicant has two
months from the filing date of the application
within which to pay the basic filing fee, file a cover
sheet (§ 1.51(c)(l)),and pay the surcharge required
by § 1.16(1) to.avoid abandonment.

(3) If applicant does not pay the basic filing
fee during the pendency of the application, the Office
may dispose of the application.

(h) Subsequent treatment of application - Non
provisional (including continued prosecution) appli
cation. An application for a patent filed under
paragraphs (b) or (d) of this section will not be placed
on the files for examination until all its required parts,
complying with themles relating thereto, are

received, except that certain minor informalities may
be waived subject to subsequent correctiou whenever
required.

(i) Subsequent treatment ofapplication - Provi
sional application. A provisional application for a
patent filed under paragraph (c) of this section will
not be placed on the files for examination and will
become abandoned no later than twelve months after
its filing date pursuant to 35 U.S.C. 111(b)(I).

(j) Filing date of international application. The
filing date of an international application designating
the Uuited States of America is treated as the filing
date in the United States of America under PCT Arti
cle 11(3), except as provided in 35 U.S.c. 102(e).

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
paras. (b) and (d),49 FR 554,Jan. 4,1984, effective Apr. 1,
1984; para. (c), 50 FR 31826, Aug. 6, 1985, .effective Oct.
5, 1985; paras. (c) and (d), 53 FR 47808, Nov. 28, 1988,
effective Jan. 1, 1989; paras. (b) and (c), 54 FR 47518,
Nov. 15, 1989, effective Jan. 16, 1990; paras. (a)-(e)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR53131, Oct. 10, 1997, effective Dec.
1,1997; para. (d) revised, 63 FR 5734,Feb. 4,1998, effec
tive Feb. 4, 1998 (adopted as final, 63 FR 36184, Ju!. 2,
1998); paras. (c)(3), (c)(4) and (d) revised, 65 FR 14865,
Mar. 20, 2000, effective May29, 2000(paras. (c)(4)and(d)
adopted as final, 65 FR 50092, Aug. 16,2000); para. (c)(3)
revised, 65 FR 50092, Aug. 16, 2000, effective Aug. 16,
2000;paras. (c)(l), (c)(2), (d)(4), (e)(2), (t), and (g) revised
and para. (d)(10) added, 65 FR 54604, Sept. 8, 2000, effec
tive Nov. 7, 2000; para. (c)(4)'revised, 65 FR 78958, Dec.
18,2000]

§ 1.54 Parts of application to be filed together;
filing receipt.

(a) It is desirable that all parts of the complete
application be deposited in the Office together; other
wise, a letter must accompany each part, accurately
and clearly connecting it with the other parts of the
application. See § 1.53(f) and (g) with regard to com
pletion of an application.

(b) Applicant will be informed of the applica
tion number and filing date by a filing receipt, unless
the application is an application filed under § 1.53(d).

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
para. (b) amended, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996; revised, 62 FR 53131, Oct. 10, 1997,effec
tive Dec. 1, 1997]
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§ 1.55 Claim for foreign priority.
(a) An applicant in a nonprovisional application

may claim the benefit of the filing date of one or more
prior foreign applications under the conditions speci
fied in 35 U.S.C. 119(a) through (d) and (f), 172, and
365(a) and (b).

(I)(i) In an original application filed under
35 U.S.c. 111(a), the claim for priority must be pre
sented during the pendency of the application,and
within the later of four months from the actual filing
date of the application or sixteen months from the fil
ing date of the prior foreign application This time
period is not extendable. The claim must identify the
foreign application for which priority is claimed, as
well as any foreign application for the same subject
matter and having a filing date before that of the
application for which priority is claimed, by specify
ing the application number, countty (or intellectual
property authority), day, month, and year of its filing.
The time period in this paragraph does not apply to an
application for a design patent.

(ii) In an application that entered the
national stage from an international application after
compliance with 35 U.S.C. 371, the claim for priority
must be made during the pendency of the application
and within the time limit set forth in the PCT and the
Regulations under the PCT.

(2) The claim for priority and the certified
copy of the foreign application specified in 35 U.S.C.
119(b) or PCT Rule 17 must, in any event, be filed
before the patent is granted. If the claim for priority or
the certified copy of the foreign application is filed
after the date the issue fee is paid, it must be accompa
nied by the processing fee set forth in § 1.17(i), but
the patent will not include the priority claim unless
corrected by a certificate of correction under
35 U.S.C. 255 and § 1.323

(3) When the application becomes involved
in an interference (§ 1.630); when necessary to over
come the date of a reference relied upon by the exam
iner, or when deemed necessary by the examiner, the
Office may require that the claim for priority and the
certified copy of the foreign application be filed ear
lier than provided in paragraphs (a)(I) or (a)(2) of this
section.

(4) An English language translation of a non
English language foreign application is not required
except when the application is involved in an interfer-

ence (§ 1.630), when necessary to overcome the date
of a reference relied upon by the examiner, or when
specifically required by the examiner. If an English
language translation is required, it must be filed
together with a statement that the translation of the
certified copy is accurate.

(b) An applicant in a nonprovisional application
may under certain circumstances claim priority on the
basis of one or more applications for an inventor's
certificate in a country granting both inventor's certif
icates and patents. To claim the right of priority on the
basis of an application for an inventor's certificate in
such a countty under 35 U.S.c. 119(d), the applicant
when submitting a claim for such right as specified in
paragraph (a) of this section, shall include an affidavit
or declaration. The affidavit or declaration must
include a specific statement that, upon an investiga
tion, he or she is satisfied that to the best of his or her
knowledge, the applicant, when filing the application
for the inventor's certificate, had the option to file an
application for either a patent or an inventor's certifi
cate as to the subject matter of the identified claim or
claims forming the basis for the claim of priority.

(c) Unless such claim is accepted in accordance
with the provisions of this paragraph, any claim for
priority under 35 U.S.C. 119(a) through (d) and (f), or
365(a) not presented within the time period provided
by paragraph (a) of this section is considered to have
been waived. If a claim for priority under 35 U.S.C.
119(a) through (d) and (f), or 365(a) is presented after
the time period provided by paragraph (a) of this sec
tion, the claim may be accepted if the claim identify
ing the prior foreign application by specifying its
application number, countty (or intellectual property
authority), and the day, month, and year of its filing
was unintentionally delayed. A petition to accept a
delayed claim for priority under 35 U.S.C. 119(a)
through (d) and (f), or 365(a) must be accompanied
by:

(I) The surcharge set forth in § 1.17(t); and
(2) A statement that the entire delay between

the date the claim was due under paragraph (a)(I) of
this section and the date the claim was filed was unin
tentional. The Commissioner may require additional
information where there is a question whether the
delay was unintentional.

[para. (b), 48 FR 41275, Sept. 17, 1982,effectiveOct.
11982; 48 FR 2710, Jan. 20,1983, effective Feb. 27,1983;
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para. (b), 49 FR554, Jan. 4,1984, effective Apr. 1, 1984;
para. (a), 49 FR 48416, Dec.12, 1984, effective Feb. 11,
1985; parafa), 54 FR 6893, Feb. 15, 1989, effective Apr.
17, 1989; para. (a) revised,.54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; para. (a), 54 FR 47518, Nov. 15,
1989, effective Jan. 16, 1990; para. (a) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; revised, GO FR
20195, Apr.25, 1995, effective Julie 8, 1995; para. (a)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec.: 1,
1997; para. (a) revised, 65 FR 54604, Sept. 8, 2000, effec
tive Nov. 7, 2000; para. (a) revised and para. (c) added, 65
FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; paras.
(a) and (c) corrected, 65 FR66502, Nov. 6,2000, effective
Nov. 29, 2000]

§ 1.56 Duty to disclose Informatlon material to
patentability.

(a) A patent by its very natnre is affected with a
public interest. The public interest is best served, and
the most effective patent examination occurs when, at
the time an application is being examined, the Office
is aware.of and evaluates the teachings of all informa
tion material to patentability. Each individual associ
ated with the filing and prosecution of a patent
application has a duty. of candor andgood faith in
dealing with the Office, which includes a duty to dis
close to the Office all information known to that.indi
vidual to be material to patentability as defined in this
section. The duty to disclose information exists with
respect to each pending claim until the claim is can
celled or withdrawn from consideration, or the .appli
cation becomes abandoned. Information material to
the patentability of a claim that is cancelled or.with
drawn from consideration need not be submitted if the
information is not material to the patentability of any
claim remaining under consideration in thy applica
tion. There is no duty to submit information which is
not material to the patentability of any existing claim.
The dnty to disclose all information known to be
material to patentability is deemed to be satisfied if all
information known to be ll1aterial to. patentability of
any claim issued in a patent was cited bythe Office or
submitted to the Office in the manner prescribed by
§§1.97(b)-(d) and 1.98. However, no patent ",ill be
granted on. an application in connection with which
fraud on the Office was practiced o~ attempted or the
duty of disclosure was violated through bad faith or
intentional misconduct. TheOffice encourages appli
cants to carefully examine:

(I) Prior art cited in search reports of a for
eign patent office in a counterpart application, and

(2) The closest.information over which indi
viduals associated with the filing or prosecution of a
patent application believe any pending claim patent
ably defines, to make sure that any material informa
tioncontained therein is disclosed to the Office.

(b) Under this section, information is material
to patentability when it is not cumulative to informa
tion already of record or being made of record in the
application, and

(I) It establishes, by itself or in combination
with other information, a prima facie case of nnpat
entability of a claim; or

(2) It refutes, or is inconsistent with, a posi
tion the applicant takes in:

(i) Opposing an argument of unpatentabil
ity relied on by the Office, or

(ii) Asserting an argument of patentability.
A prima facie caseof unpatentability is established

when the information compels a conclusion that a
claim is unpatentable under the preponderance of evi
dence, burden-of-proof standard, giving each term in
the claim its broadest reasonable construction consis
tent with the specification,and before any consider
ation is given to evidence which may be submitted in
an attempt to establish a contrary conclusion of pat
entability.

(c) Individuals associated with the filing or
prosecution of a patent application within the mean
ing ofthis section are:

(I) Each inventor named in the application;
(2) Each attorney or agent who prepares or

prosecutes the application; and
(3) Every other person who is substantively

involved in the preparation or prosecution of the
application and who is associated with the inventor,
with the assignee or with anyone to whom there is an
obligation to assign the application.

(d) Individuals other than the attorney, agent or
inventor may comply with this section by disclosing
information to the attorney, agent, or inventor.

(e) In any continuation-in-part application, the
duty under this section includes the duty to disclose to
the Office all information known to the person to be
material to patentability, as defined in paragraph (b)
of this section, which became available between the
filing date of the prior application and the national or
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PCT international filing date of the continuation-in
part application.

[42 FR 5593, Jan. 28, 1977; paras. (d) & (e) -(i),
47 FR 21751, May 19, 1982, effective July 1,1982; para.
(c), 48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
paras. (b) and (j), 49 FR 554, Jan. 4, 1984,effectiveApr. 1,
1984; paras. (d)and (b), 50 FR 5171, Feb. 6, 1985, effec
tive Mar. 8, 1985; para. (e), 53 FR 47808, Nov. 28, 1988,
effectiveJan. 1, 1989;57FR 2021, Jan. 17, 1992,effective
Mar. 16, 1992;para. (e) added, 65 FR54604, Sept. 8,2000,
effectiveNov. 7, 2000]

§ 1.57 . [Reserved]

[48 FR 2710, Jan. 20, 1983,effectiveFeb. 27, 1983]

§ 1.58 Chemical and mathematical formulae
and tables.

(a) The specification, including the claims, may
contain chemical and mathematical formulas, but
shall not contain drawings or flow diagrams. The
description portion of the specification may contain
tables; claims may contain tables either if necessary to
conform to 35 U.S.C. 112 or if otherwise found to be
desirable.

(b) Tables that are submitted in electronic form
(§§ 1.96(c) and 1.821(c)) must maintain the spatial
relationships (e.g., columns and rows) of the table ele
ments and preserve the information they convey.
Chemical and mathematical formulae. must be
encoded to maintain the proper positioning of their
characters when displayed in order to preserve their
intended meaning.

(c) Chemicalund mathematical formulae and
tables must be presented in compliance with § 1.52(a)
and (b), except that chemical and mathematical for
mulae or tables may be placed in a landscape orienta
tion if they cannot be presented satisfactorily in a
portrait orientation. Typewritten characters used in
such formulae and tables must be chosen from a block
(nonscript) type font or lettering style having capital
letters which are at least 0.21 em. (0.08 inch) high
(e.g., elite type). A space at least 0.64 ern. (114inch)
high should be provided between complex formulae
and tables and the text. Tables should have the lines
and columns of data closely spaced to conserve space,
consistent with a high degree of legibility.

[43 FR 20463,May 11, 1978; para. (b) removed and
reserved, para. (c) amended, 61 FR 42790, Ang. 19, 1996,
effective Sept. 23, 1996; para. (b) added, 65 FR 54604,
Sept. 8, 2000, effectiveNov. 7, 2000]

§ 1.59 Expungement of information or copy of
papers in application file.

(a)(I)Information in an application will not be
expunged and returned, except as provided in para
graph (b) of this section. See § 1.618 for return of
unauthorized and improper papers in interferences.

(2) Information forming part of the original
disclosure (i.e., written specification including the
claims, drawings, and any preliminary amendment
specifically incorporated into an executed oath or dec
laration under §§ 1.63 and 1.175) will not be
expunged from the application file.

(b) An applicant may request that the Office
expunge and return information, other than what is
excluded by paragraph (a)(2) of this section, by filing
a petition under this paragraph. Any petition to
expunge and return information from an application
must include the fee set forth in § 1.17(h) and estab
lish to the satisfaction of the Commissioner that the
return of the information is appropriate.

(c) Upon request by an applicant and payment
of the fee specified in § 1.19(b), the Office will fur
nish copies of an application, unless the application
has been disposed of (see § 1.53(e), (f) and (g)). The
Office cannot provide or certify copies of an applica
tion that has been disposed of.

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, effective Feb. 11, 1985; revised, 60
FR 20195, Apr. 25, 1995, effective June 8, 1995; revised,
62 FR 53131,.Oct. 10, 1997, effective Dec. 1, 1997; para.
(b) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

§ 1.60 [Reserved]

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; 50 FR
9379, Mar. 7, 1985, effective May 8, 1985; paras. (a), (b)
and (c), 54 FR 47519, Nov. 15, 1989, effective Jan. 16,
1990; paras. (b) and (c) revised, para. (d) added, 57 FR
56446, Nov. 30, 1992, effective Jan. 4, 1993; para. (b)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
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1995; removed and reserved, 62 FR 53131, Oct. 10, 1997,
effectiveDec. 1, 1997]

§ 1.61 [Reserved]

(Editor's note: Substancemovedto § 1.494)

[52 FR 20046,May 28, 1987,effectiveJuly 1, 1987]

§ 1.62 [Reserved]

[47 FR 47244, Oct. 25, 1982, added effective Feb. 27,
1983; 48 FR 2710, Jan. 20, 1983, effective date Feb. 27,
1983; paras. (a) and (d), 49 FR 555, Jan. 4, 1984,effective
Apr. 1, 1984; paras. (a), (c), and (h), 50 FR 9380, Mar. 7,
1985, effective May 8, 1985; paras, (e) and G), 54 FR
47519, Nov. 15,1989, effective Jan. 16, 1990; paras. (a)
and (e) revised, 60 FR 20195,Apr. 25, 1995,effectiveJune
8, 1995; para. (I) revised, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; removed and reserved, 62 FR
53131, Oct. 10, 1997,effectiveDec. 1, 1997]

OATH OR DECLARATION

§ 1.63 Oath or declaration.
(a) An oath or declaration filed under

§ 151(b)(2)as a partof a nonprovisional application
must:

(1) Be executed, i.e., signed, in accordance
with either § 1.66 or § 1.68. There is no minimum age
for a. person to be qualified to Sign, but the person
must be competent to sign, i.e., understand the docu
ment that the person is signing;

(2) Identify each inventor by full name,
including the family name, and at least one given
name without abbreviation together with any other
giveu name or initial;

(3) Identify the country of citizenship of each
inventor; and

(4) State that the person making the oath or
declaration believes the named inventor or inventors
to be the original and first inventor orinventors of the
subject. matter which is claimed and for which a
patent is sought.

(b) In addition to meeting the requirements of
paragraph (a) of this section, the oath or declaration
must also:

(1) Identify the application to which it is
directed;

(2) State that the person making the oathor
declaration has reviewed and understands the conteuts
of the application, including the claims, as amended
by any amendmeut specifically referred to in the oath
ordeclaration; and

($) State that the person making the oath or
declaration acknowledges the duly to disclose to the
Office all information knowu to the person to be
material to patentability as defined in § 1.56.

(c) Unless such informatiou is supplied ouan
applicatiou data sheet in accordance with § 1.76, the
oath or declaration must also identify:

(1) The mailing address, and the resideuce if
an inventor lives at a location which is different from
where the iuveutor customarily receives mail.iofeach
inventor; and

(2) AtIY foreign application for pateut (or
inventor's certificate) for which a claim for priority is
made pursuaut to § .1.55, and any foreign application
having a filing date before that of the application on
which priority is claimed, by specifying the applica
tion numbencountry, day, month, and year of itsfil
ing.

(d)(l) A newly executed oath or declaration is
not required under § 1.51(b)(2.) and § 1.53(1) in a con
tinuation or divisional application, provided that:

(i) The prior nonprovisional application
contained an oath. or declaration as prescribed by
paragraphs (a) through (c) of this section;

. (ii) The continuation or divisional applica-
tion was filed by all or by fewer than all of the inven
tors named iu the prior application;

(iii) The specification and drawings filed in
the continuation. or divisional application contain no
matter that would have been new matter in the prior
application; and

•(iv) A copy of the executed oath or declara-
tion filed in the prior application, showing the signa"
tnre or an indication thereon that it was signed, is
submitted for the continuation or divisional applica
tion.

(2) The copy ofthe executed oath ordeclara
tion submitted under this paragraph for a continuation
or divisional application must beaccompanied by a
statement requesting the deletion of the name or
names of the person or persons who are not inventors
in the continuation or divisional application.
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(3) Where the executed oath or declaration of
which a copy is submitted for a continuation or divi
sional application was originally filed in a prior appli
cation accorded status under § 1.47, the copy of the
executed oath or declaration for such prior application
must be accompanied by:

(i) A copy of the decision granting a peti
tion to accord § 1.47 status to the prior apjllication,
unless all inventors or legal representatives have filed
an oath or declaration to join in an application
accorded status under § 1.47 of which the continua
tion or divisional application claims a benefit under
35 U.S.C. 120, 121, or 365(c); and

(ii) If one or more inventor(s) or legal rep
resentative(s) who refused to join in the prior applica
tion or could not be found or reached has
subsequently joined in the prior application or another
application of which the continuation or divisional
application claims a benefit under 35 U.S.C. 120, 121,
or 365(c), a copy of the subsequently executed oath(s)
or declaration(s) filed by the inventor or legal repre
sentative to join in the application.

(4) Where the power of attorney (or authori
zation of agent) or correspondence address was
changed during the prosecution of the prior applica
tion, the change in power of attorney (or authorization
of agent) or correspondence address must be identi
fied in the continuation or divisional application. Oth
erwise, the Office may not recognize in the
continuation or divisional application the change of
power of attorney (or authorization of agent) or corre
spondence address during the prosecution of the prior
application.

(5) A newly executed oath or declaration
must be filed in a continuation or divisional applica
tion naming an inventor not named in the prior appli
cation.

(e) A newly executed oath or declaration must
be filed in any continuation-in-part application, which
application may name all, more, or fewer than all of
the inventors named in the prior application.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27,
1983; 48 FR 4285, Jan. 31, 1983; paras. (b)(3) and (d),
57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para.
(a) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; paras. (a) & (d) revised, para. (e) added, 62 FR
53131, Oct. 10,1997, effective Dec. 1, 1997; paras. (a), (b),

(c), and (e) revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7,2000]

§ 1.64 Person making oath or declaration.

(a) The oath or declaration (§ 1.63), including
any supplemental oath or declaration (§ 1.67), must
be made by all of the actual inventors except as pro
vided forin §§ 1.42,1.43,1.47, or §1.67.

(b) If the person making the oath or declaration
or any supplemental oath or declaration is not the
inventor (§§ 1.42, 1.43, 1.47, or § 1.67), the oath or
declaration shall state the relationship of the person to
the inventor, and, upon information and belief, the
facts which the inventor is required to state. If the per
son signing the oath or declaration is the legal repre
sentative of a deceased inventor, the oath or
declaration shall also state that the person is a legal
representative and the citizenship, residence, and
mailing address of the legal representative.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27,
1983; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7,2000]

§ 1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before
any person within the United States authorized by law
to administer oaths. An oath made in a foreign coun
try may be made before any diplomatic or consular
officer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consnlar
officer of the United States, or by an apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles
of designated officials in the United States.The oath
shall be attested in all cases in this and other coun
tries, by the proper official seal of the officer before
whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies
with the laws of the State or country where made.
When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his
official character shall be established by competent
evidence, as by a certificate from a clerk of a court of
record or other proper officer having a seal.

R·53 August 2001



§1.67 MANUAL OF PATENT EXAMllITNG PROCEDURE

(b) When the oath is taken before an officer ina
country foreign to the United States, any accompany
ing application papers, except the drawings, must be
attached together with the oath and a ribbon passed
one or more times throllgh all the sheets of the appli
cation, except the drawings, and the ends ()f saidrib
bon brought together under the seal before the latter is
affixed and Tmpressed, or each sheet, must be
impressed with the official seal of the officer before
whom the oath is taken. If the papers as filed are not
properly ribboned or each sheet impressed with the
seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in
compliance with the foregoing sentence, must be
filed.

[47FR41275,Sept.17, 1982,effectiveOct. 1, 1982]

§ 1.67 Supplemental oath or declaration.
(a) The Office may require, or inventors and

applicants may submit, a supplemental oathor d~cla

ration meeting the requirements of § 1.63 or § 1.162
to correct any deficiencies or inaccuracies present in
the earlier filed oath or declaration.

(I) Deficiencies or inaccuracies relating to
all the inventors or applicants (§§ 1.42, 1.43, or §
1.47) may be corrected with a supplemental oath or
declaration signed by allthe inventors or applicants,

(2) Deficiencies or inaccuracies relating to
fewer than all of the inventor(s) orapplicant(sl'(§§
1.42, 1.430r§ 1.47) may be corrected with a supple"
mental oath or declaration identifying the entire
inventive entity but signed only by the inventor(s)or
applicant(s) to whom the error or deficiency relates.

(3) Deficiencies or inaccuracies due to the
failure to meet the requirements of § 1.63(c) ie.g., to
correct the omission of a mailing address of an inven
tor) in an oath or declaration may be corrected with an
application data sheet in accordance with§ 1.76.

(4) Submission ofa supplemental oath or
declaration or an application data sheet (§ 1.76), as
opposed to who, must sign the supplemental oath or
declaration or an application data sheet, is .governed'
by§ 1.33(a)(2) and.paragraph (b) of this section.

(b) A supplemental oath or declaration meeting
the requirements of§ 1.63 must be filed when a claim
is presented for matter-originally shown.or described
but not substantially embraced in the Statement of
invention or claims originally presented or when an

oath or declaration submitted in accordance with
§ 1.53(f) after the filing of the specification and any
required drawings specifically and improperly refers
to an amendment which includes new matter. No new
matter may be introduced into a nonprovisional appli
cation after its filing date even if a supplemental oath
or declaration is filed. In proper situations, the oath or
declaration here required may be made on information
and belief by an applicant other than the inventor.

(c) [Reserved]

[48 FR 2711, Jan. 20, 1983, effective Feb. 27,1983;
para. (c) added, 57FR 2021,Jan. 17, 1992, effectiveMar.

, 16, 1992; para. (b) revised, 60 FR 20195, Apr. 25, 1995,
effectiveJune8,J995;.para. (b) revised,62 FR 53131, Oct.
10, 1997,effectiveDec. 1, 1997; .para. (a)revised andpara.
(c) removed and reserved, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7,,2000]

§ ,1.68 Declaration in lieu of oath.
Any document to be filed in the Patent and Trade

mark Office and which is required by any law, rule, or
other regulation to be under oath may be subscribed to
bya written declaration. Such .declaration may be
used in lieu of the oath otherwise required, if, .and
only' if, the declarant is on the same document,
warned that willful false statements and the like are
punishable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon. The
declarant must set forth in the body of the declaration
that all statements made of the declarant's own
knowledge are tme and that all statements made on
information and belief are believed to be true.

[49 FR 48416;Dec. 12, 1984,effectiveFeb. 11,1985]

§ 1.69 Foreign lauguage oaths and declarations.
(a) Whenever an individual making an oath or

declaration cannot understand English, the oath or
declarationmust be in a language that such individual
can understand and shall state that such individual
understands the content of any documents' to which
the oath or declaration relates.

(b) Unless the,text of any oath or declaration in
a language other than English is a form provided or
approved by the Patent and Trademark Office, it must
be accompanied by an English translation together
with a statement that the translation is accurate,
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except that in the case of an oath or declaration filed
under § 1.63, the translation may be filed in the Office
no later than two months from the date applicant is
notified to file the translation.

[42FR 5594, Jan. 28,1977; para. (b),48 FR 2711, Jan.
20,1983, effective Feb. 27, 1983; para. (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. I, 1997]

§ 1.70 [Reserved]

(Editor'snote: Substance moved to § 1.497)

[52FR 20046, May 28,1987, effective July I, 1987]

SPECIFICATION

§ 1.71 Detailed description and specification of
tlie invention.

(a) The. specification must include a written
description of the invention or discovery and of the
manner and process of making and using the same,
and is required to be in such full, clear, concise, and
exact terms as to enable any person skilled in the art
or science to which the invention or discovery apper
tains, or with which it is most nearly connected, to
make and use the same.

(b) The specification must set forth the precise
invention for which a patent is solicited, in such man
ner as to distinguish it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or improvement invented, and
must explain the mode of operation or principle
whenever applicable. The best mode contemplated by
the inventor of carrying out !tis invention mnst be set
forth.

(c) In the case of an improvement, the specifi
cation must particularly point out the part or parts of
the process, machine, manufacture, or composition of
matter to w!tich the improvement relates, and the
description should be confined to the specific
improvementand to such parts as necessarily cooper
ate with it or as may be necessary to a complete
understanding or description of it.

(d) A copyright or mask work notice may be
placed in a design or utility patent application adja
cent to copyright and mask work material contained
therein. The notice may appear at any appropriate por-

tion of the patent application disclosure. For notices in
drawings, see § 1.84(s). The content of the notice
must be limited to orily those elements provided for
by law. For example, "©1983 John 000"(17 U.S.c.
401) and "*M* John Doe" (17 U.S.C. 909) would be
properly limited and, under current statutes, legally
sufficient notices of copyright and mask work, respec
tively. Inclusion ofa copyright or mask work notice
will be permitted only if the authorization language
set forth in paragraph (e) ofthis section is included at
the beginning (preferably as the first paragraph) of the
specification.

(e) The authorization shall read as follows:

A portionof tbe disclosure of this patent docu
ment contains material which is subject to (copy
right or mask work) protection. The (copyright or
maskwork) ownerhas no objection to the facsimile
reproduction by anyone of the patent document or
the patentdisclosure, as it.appears in the Patentand
Trademark. Office patent file or records, bnt other
wise reserves all (copyright or mask work) rights
whatsoever.

[paras. (d) and (e),53 FR 47808, Nov. 28, 1988, effec
tive Jan. I, 1989; para. (d), 58 FR 38719, July 20, 1993,
effective Oct. I, 1993]

§ 1.72 Title and abstract.
(a) The title of the invention may not exceed

500 characters in length and must be as short and spe
cific as possible. Characters that cannot be captured
and recorded in the Office's automated information
systems may not be reflected in the Office's records in
such systems or in documents created by the Office.
Unless the title is supplied in an application data sheet
(§ 1.76), the titleofthe invention should appear as a
heading on the first page of the specification.

(b) A brief abstract of the technical disclosure
in the specification mnst commence on a separate
sheet, preferably following the claims, under the
heading "Abstract" or "Abstract of the Disclosure."
The abstract in an application filed under 35 U.S.c.
111 may not exceed 150 words in length. The purpose
of the abstract is to enable the United States Patent
and Trademark Office and the public generally to
determine quickly from a cursory inspection the
nature and gist of the technical disclosure. The
abstract will not be used for interpreting the scope of
the claims.
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§ 1.73 MANUAL OF PATENT EXAMINING PROCEDURE

[31 FR 12922, Oct. 4, 1966; 43 FR 20464, May 11,
1978; para. (b) amended, 61 FR 42790, Ang. 19, J996,
effective Sept. 23, 1996; revised, 65 FR 54604, Sept.B,
2000, effective Nov. 7, 2000; para. (a) revised, 65 FR
57024,Sept. 20, 2000, effective Nov. 29, 2000]

§ 1.73 Summary of the invention.
.A brief summary of the invention indicating its

nature and snbstanee, which may include a statement
of the object of the invention, should precede the
detailed description. Such summary should, when set
forth, be eommensnrate with the invention ·asclaimed
and any object recited should be that of the invention
as claimed.

§ 1.74 Reference to drawings.
When there are 'drawings, there shall be a brief

description of the several views of the drawingsand
the detailed description Of the invention shall refer to
the different views by specifying the numbersof the
figures and to the different parts by use of reference
letters or numerals (preferably the latter).

§1.75 Claim(s).
(a) The specification must conclnde with a

claim particularly pointing out and distinctly claiming
the subject matter which the applicant regards as his
invention or discovery.

(b) More than one claim-may be presented pro
vided they differ substantially from each other and are
not unduly multiplied.

(c) One or more claims maybe presented in
dependent form; referring back to and further.limiting
another claim or claims in the same applicarionAny
dependent claim which refers to more than one other
claim ("multiple dependent claim") shall refer to such
other claims in;thealternative only. A multiple depen
dent claim shall not serve as a basis for any other mul
tiple dependent claim. For fee calculation purposes
under § 1.16, a multiple dependent claim will be con
sidered to be that number of claims to which direct
reference is made therein. For fee calculation pur
poses, also, any claim depending from a multiple
depeudent claim will be considered to be that number
of .claims to which. direct reference is made in that
multipledependeut claim. In addition tothe otherfil
ing fees, any original application which is filed with,
or is ameuded to include, multiple dependent claims

must have paid therein the fee set forth in § 1.16(d).
Claims in dependent form shall be construed to
include all the limitations of the claimincorporated by'
reference into the dependent claim. A multiple depen
dent claim shall be construed to incorporate by refer
ence all the limitations of each of the particular claims
in relation to which it is being considered.

(d)(I) The claim or claims must conform to the
invention as set forth in the remainder of the specifi
cation and the terms and phrases used in the claims
must find clear support or antecedent basis in the
description so that the meaning of the terms in the
claims may be ascertainable by reference to the
description. (See § 1.58(a)).

(2) See §§ J.141 to 1.146 as to claiming dif
ferent inventions in one application.

(e) Where the nature of the case adtnits, as in
the case of an improvement, allY independent claim
should contain in the following order:

(I) . A preamble comprising a general descrip
tion of all the elements or steps of the claimed combi
nation which are conventional or known,

(2) A phrase such as "wherein the improve
mentcomprises," and

(3) ;' Those elements, steps, andlor relation
ships which constitute that portion of the claimed
combiuation which the applicant considers as the new
or improved portion. ... ' .

(f) If there are several claims, they shall be
numbered consecutively in Arabic numerals.

(g). The least restrictive .Tlainishould be pre
sented as claim number 1, and all dependent claims
should be groupedtogether with the claim or claims
to which they refer to the extent.practicable.

(h) The claim or claims must commence on a
separate sheet.

(i) Where a claim sets forth a plurality of ele
ments or steps, each element or step of the claim
should be separated by a line indentation.

[31FR 12922, Oct. 4, 1966; 36 FR 12690, July 3,
1971; 37 FR 21995, Oct. 18, J972; 43FR 4015, Jan. 31,
1978;para. (e),.47FR 41276, Sept. 17,J982, effectiveOct.
1,J982; para. (g) amended.paras. (h) and (i) added, 61 FR
42790, Aug. 19, 1996,effectiveSept.23,1996]

§ ·1.76 Application data sheet.
. (a) Application data sheet. An application data

sheet is a sheet or sheets that may be voluntarily sub-
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mitted in either provisional or nonprovisional applica
tions, which contains bibliographic data, arranged in a
format specified by the Office. If an application data
sheet is provided, the application data sheet is part of
the provisional or nonprovisional application for
which it has been submitted.

(b) Bibliographic data. Bibliographic data as
used in paragraph (a) of this sectiou includes:

(1) Applicant information. This information
includes the name, residence, mailing address, ana
citizenship of each applicant (§ 1.4l(b)). Thename of
each applicant mustinclude the family name, and at
least one given name without abbreviation together
with any other given name or initial. If the applicant is
not an inventor, this information also includes the
applicant's authority (§§ 1.42, 1.43, and 1.47) to apply
for the patent on behalf of the inventor.

(2) Correspondence information. This infor
mation includes the correspondence address, which
may be indicated by reference to a customer number,
to which correspondence is to be directed (see §
1.33(a)).

(3) Application information. This inforina
tion includes the title of the invention, a suggested
classification, by class and subclass, the Technology
Center to which, the subject matter of the.invention is
assigned, the total number of drawing sheets, a sug
gested drawing figure for publication (in a nonprovi
sional application), any docket number assigned to the
application, the type of application (e.g., utility, plant,
design, reissue, provisional), whether the application
discloses any significant part of the subject matter of
an application under a secrecy order pursuant to § 5.2
of this chapter (see § 5.2(c)),and, for plant applica
tions, the Latin name of the genus and species of the
plant claimed, as well as the variety denomination.
The suggested classification and Technology Center
information should be supplied for provisional appli
cations whether or not claims are present. If claims
are. not presentin a provisional application, thesug
gested classificationand.Technology Center should be
based upon the disclosnre.

(4) Representative information. This' infor
mation includes the registration number of each prac
titioner having a power of attorney or authorization of
agent in the application (preferably by reference to a
customer number). Providing this information in the
application data sheet does not constitute a power of

attorney or authorization of agent in the application
(see§ l.34(b)).

(5) Domestic priority information. This
information includes the application number, the fil
ing date, the status (including patent number if avail
able), and relationship of each application for which a
benefit is claimed under 35 U.S,c. 1l9(e), 120, 121,
or 365(c).Providing this information in the applica
tion data sheet constitutes the specific reference
required by 35 U.S.C. 1l9(e) or 120, and § 1.78(a)(2)
or § 1.78(a)(4), and need not otherwise be made part
of the specification.

(6) Foreign priority information. This infor
mation includes the application number, country, and
filing dateof each foreign application for which prior
ity is claimed, as well as any foreign application hav
ing a filing date before that of the application for
which priority is claimed. Providing this information
in the application data sheet constitutes the claim for
priority as required by 35 U.S.c. 1l9(b) and §
1.55(a).

(7) Assignee information This information
includes the name (either person or juristic entity) and
address of the assignee of the entire right, title, and
interest in an. application. Providing this information
in the application data sheet does not substitute for
compliance with any requirement of part 3 of this,
chapter to have an assignment recorded by the Office.

(c) Supplemental application data sheets Sup
plemental application data sheets:

(1) May be subsequently supplied prior to
payment of the issue fee either to correct or update
information in a previously submitted application data
sheet, or an oath or declaration under § 1.63 or §
1.67, except that inventorship changes are governed
by § 1.48, correspondence changes are governed by §
1.33(a), and citizenship changes are governed by §
1.63 or § 1.67; and

(2) Should identify the information that is
being changed (added, deleted, or modified) and
therefore need not contain all the previously submit
ted .inforrnation that has not changed.

(d) Inconsistencies between application data
sheet and oath or declaration. For inconsistencies
between information that is supplied by both an appli
cation data sheet under this section and by an oath or
declaration under §§ 1.63 and 1.67:
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(1) The .latest submitted iuformation will
govern notwithstanding whether supplied by an appli
cation data sheet, or by a § 1.63 or § 1.67 oath or dec
laration, except as provided by paragraph (d)(3) of
this section;

(2) The information in the application data
sheet will govern when the inconsistent information is
supplied at the same time by a § 1.63 or § 1.67 oath or
declaration, except as provided by paragraph (d)(3) of
this section;

(3) The oath or declaration under § 1.63 or §
1.67 governs inconsistencies with the application data
sheet in the naming of inventors (§ 1.4I(a)(I)) and
setting forth theircitizenship(35U.S.C. 115);

(4) The Office will initially capture biblio
graphie information from the application data sheet
(notwithstanding whether an oath or declar.ation gov
erns the information). Thus, the Office shallgenerally
not look to an oath or declaration under§ 1.63 to see
if the bibliographic information contained therein is
cOnsistent with the bibliographic information captured
from an application data sheet (whether the oath or
declaration is submitted prior to or subsequent to the
application data sheet). Captured bibliographic infor
mation derived from an application data sheet con
taining errors may be recapturedby a request therefor
and the submission of a supplemental application data
sheet, an oath or declaration under § 1.63 or § 1.67, or
a letter pursuant to § I.33(b).

[Added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para. (b)(7) added, 65 FR 57024, Sept. 20, 2000,
effectiveNov. 29, 2000]

§ 1.77 Arrangement of application elel11ents.
(a) The elements of the application, if applica-

ble, should appear iii the following order;
(1) Utility application transmittal forltl.
(2) Fee transmittal form.
(3) Application data sheet (see § 1.76).
(4) Specification.
(5) Drawings.
(6) Executed oath or declaration.

(b) The specification should include the follow"
ingsections in order;

(1) Title of the invention, which may be
accompanied by an introductory portion stating the
name, citizenship, and residence of the applicant
(unless included in the application data sheet).

(2) Cross-reference to related applications
(unless included in the application data sheet).

(3) Statement regarding federally sponsored
research or development:

(4) Reference to a "Sequence Listing," a
table, or a computer program listing appendix submit
ted ona compact disc and an incorporation-by-refer
ence of the material on the compact disc (see §
1.52(e)(5)). The total number of compact discs includ
ing duplicates and the files on each compact disc.shall
be specified.

. (5) Background of the invention.
(6) Brief summary oftheinvention.
(7) Brief description of the. several views of

the.drawing.
(8) Detailed description of the invention.
(9) A claim or claims.
;(10) Abstract of the disclosure.
(11) "Sequence Listing," if on paper (see §§

1.821 through 1.825).
(c) The.. text of the specification sections

defined in paragraphs (b)(I) through (b)(ll) of this
secti0Il,.if applicabk, should be preceded by a section
heading in uppercase and without underlining or bold
type.

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12,
1981; paras. (h) and (i), 48FR 2712, Jan. 20,1983, effec
tive Feb. 27, 1983; revised, 61 FR 42790, Aug. 19,1996,
effective Sept. 23, 1996; revised, 65 FR 54604, Sept. 8,
2000, effectiveNov.7, 2000]

§ 1.78 Clailllingbenefit of earllerfillng date and
cross-references to other applications.

(a)(I)AnonprovisionaJapplication may claim an
invention disclosed in one or more prior filed copend
ing nonprovisionalapplications orcopendinginterna
tiorial applications designating the United States of
America. In order for a nonprovisional application to
claim the benefit of a prior filed copending nonprovi
sional application or copending international applica
tion designating the United States of America, each
prior application must name as an inventor at least
one inventor named in the later filed nonprovisional
application and .disclosethenamed inventor's inven
tion claimed in at least one claim of the later filed
nonprovisional application in the manner provided by
the first paragraph.of 35 U.S.C 112; In addition, each
prior application must be:
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(i) An international application entitled to
a filing date in accordance with PCT Article rll and
designating the United States of America; or

(ii) Complete as set forth in § 1.5l(b);or

(iii) Entitled to a filing date as set forth in
§ 1.53(h) or § 1.53(d) and include the basic filing fee
set forth in.§ 1.16; or

(iv) Entitled to .a filing date.as set forth in
§ 1.53(b) and have paid therein the. processing and
retention fee set forth. in § 1.21(1) within the time
period setforth in § 1.53(f).

(2) Except for a continued prosecution appli
cation filed under § 1.53(d), any nonprovisional appli
cation claiming the benefit of one or more prior filed
copending nonprovisional applications or interna
tional applications designating the United States of
America must contain a reference tb each such prior
application, id~ntifying it by application number (con
sisting of the series code and serial number) or inter
national application number and international filing
date and indicating the relationship of the applica
tions. This reference must be submitted during the
pendency of the application, and within the later of
four months from the actual filing date of the applica
tion or sixteen months from the filing date of the prior
application. This· time period is not: extendable.
Unless the reference reqnired by this paragraph is
included in an application data sheet (§ 1.76), the
specification must contain or be amended to contl\in
such reference in the first sentence following the title.
If the application claims the benefit of an international
application, the first sentence of the specification
must include an indication of whether the interna
tional application was published under PCT; Article
21(2) in English (regardless ofwhether .benefitfor
such application is claimed in the application data
sheet). The request for a continued prosecution appli
cation under § 1.53(d) is the specific reference
required by 35 U.S,C. 120 to the. prior application.
The identification of an application by application
number under this section is the specific reference
required by 35 U.S.C. 120 to every application
assigned that applicati?n number. Cross references to
other related applications may be made when appro
priate (see§ 1.14). Except as provided in paragraph
(a)(3) of this section, the failure to timelysubmitthe
reference required by 35 V.S;C. 120 and thispara
graph is considered a waiver of any beriefit under

35 U.S.C. 120, 121, or 365(c)tosnch prior applica
tion. The time period set forth in this paragraph does
not apply to an application for a design patent.

(3) If the reference required by 35 U.S.c.
120 and paragraph (a)(2) of this section is presented
in a nonprovisional application after the time period
provided by paragraph (a)(2) ofthissection, theclaim
under 35 U.S.C. 120, 121, or 365(c) for the benefit of
aprior filed copending nonprovisional application or
international application designating the UnitedStates
of America may be accepted if the reference identify
ing the prior application by application number or
international application number and international fil
ing date wasuriinteutionally delayed. A petition to
accept an unintentionally delayed claim under
35 U.S.C. 120, 121, or 365(c) for the benefit of a prior
filed application must be accompanied by:

. (i) The surcharge set forth in § 1.17(t);
and

(ii) A statement that the entire delay
between the date the claim was due under paragraph
(.a)(2).. of thi.'. sse.c.tio..n and the date the claim was file.d

-. : -..: -, .. . . .. . ..

was unintentional. .The Commissioner may require
addi~oral information. where there is a question
whether the delay was unintentional.

(4) A nonprovisional application other than
for a design patent may claim an invention disclosed
in, one or more prior filed provisional applications. In
order for a nonprovisional application to claim the
benefit of one or more prior filed provisional applica
tions, each prior provisional application must name as
llI1, inventor at least one inventor named in the later
filed nonprovisional application and. disclose the
named inventor's invention claimed in at least one
claim of the later filed,nonprovisional application in
the manner provided by the. fIrst paragraph of
35 U.S.C. 112. In addition, each prior provisional
application must be entitled to a filing date as set forth
in § 1.53(c), and the basic filing fee set forth in §
1.16(k) must be paid within the time period set forth
in § 1.53(g).

(5) Any nonprovisionalapplication claiming
the berefit Of one Or more prior filed copending provi
sional applications must containa reference to each
such prior provisional application, identifying it as a
provisional application, and including the provisional
application number (consisting of . series code and
serial number), and, if the provisional application is
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§ 1.79 MANUALOFPATENTEXAM~NGPROCEDURE

filed in a langnage other than English, an English lan
guage translation of the non-English language provi
sional application and a statement that the translation
is accurate. This reference and English language
translation of a non-English language provisional
application must be submitted during the pendency of
the nonprovisional application, and within the later of
four months from the actual filing date of the nonpro
visional application or sixteen months from the filing
date of the prior provisional application, This time
period is. not extendable. Unless the reference
required by this paragraph is included in an applica
tion data sheet (§ 1.76), the specification must contain
or be amended to contain such reference in the first
sentence following the title. Except as provided in
paragraph (a)(6) of this section, the failure to timely
submit the reference and English language translation
of a non-English language provisional application
required by 35 U.S.C. 119(e) and this paragraph is
considered a waiver of any benefit under 35 U.S.C:
119(e) to such prior provisional application.

(6) If the reference or English language
translation of a non-English 'Ianguage .provisional
application required by 35 U.S.C. ll~(e) and Para
graph (a)(5) of this sectionis presented in a nonprovi
sional application after the time period provided by
paragraph (a)(5) of this section, the claim under
35 U.S.C: 119(e) for the benefit of a prior filed provi
sional application may be accepted during the pen
dency of the nonprovisional .application if the
reference identifying the prior application by provi
sional application number and any English language
translation of a non-English language provisional
application were unintentionally delayed. A petition
to accept an unintentionally delayed claimririder
35 U.S.C:119(e) for the benefit of a prior filed provi
sional application must be accompanied by:

(i) The surcharge set forth in § 1.17(t);
and

(ii) A statement that the entire delay
between the date the claim was due under paragraph
(a)(5) of this section and the .date the claim was filed
was unintentional. The Commissioner may require
additional information where there is a question
whether the delay was unintentional.

(b) Where two or more applications filed by the
same applicant contain conflicting claims, elimination
of such claims from all but one application may be

August 2001

required in the absence of good and sufficient reason
for their retention during pendency in more than one
application.

(c) If an application or a patent under reexami
nation and at least one other application naming dif
ferent inventors are owned by the same party and
contain conflicting claims, and there is no statement
of record indicating that the claimed inventions were
commonly owned or subject to an obligation of
assignment to the same person at the time the later
invention was made, the Office may require the
assignee to state whether the claimed inventions were
commonly owned or subject to an obligation of
assignment to the same person at the time the later
invention was made, and, if not, indicate which
named inventor is the prior inventor.

[36FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4,1984;
paras. (a), (c) & (d), 50 FR 9380, Mar. 7, 1985, effective
May8, 1985; 50 FR 11366, Mar. 21, 1985; para. (a)revised
58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; paras.
(a)(l) and (a)(2) revised and paras. (a)(3) and (a)(4) added,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para.
(c) revised and para. (d) deleted, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; para. (a) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)(3)
revised, 65 FR 14865, Mar. 20, 2000, effective May 29,
2000 (adopted as final, 65 FR 50092, Aug. 16, 2000);
paras. (a)(2), (a)(4), and (c) revised, 65 FR 54604, Sept. 8,
2000, effective Sept. 8, 2000; paras. (a)(2), (a)(3), and
(a)(4) revised and paras. (a)(5) and (a)(6) added, 65 FR
57024, Sept. 20,2000, effective Nov. 29, 2000]

§ 1.79 Reservation clauses not permitted.
A reservation for a future application of subject

matter disclosed but not claimed in a pending applica
tion will not be permitted in the pending application,
but an application disclosing unclaimed subject matter
may contain a reference to a later filed application of
the same applicant or owned by a common assignee
disclosing and claiming that subject matter.

THE DRAWINGS

§ 1.81 Drawings required in patent application.
(a) The applicant for a patent is required to fur

nish a drawing of his or her invention where neces
sary for the understanding of the subject matter
sought to be patented; this drawing, or a high quality
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copy thereof, must be filed with the application. Since
corrections are the responsibility of the applicant; the
original drawing(s) should be retained by the appli
cant for any necessary future correction.

(b) Drawings may includeIllustrations which
facilitate an-understanding of the invention (forexam
ple,flowsheets iri cases of processes.randdiagram
matic views).

(c) Whenever the nature of the subject matter
sought to be patented adIIlits of illustration by a draw
ing without its being necessary for the understanding
of the subject matter and the applicant has not fur
nished such a drawing, the examiner will require its
subIIlission within a time period of not less than two
months from the date of the sending of a notice
thereof.

(d) Drawings subIIlittedafter the filing date of
the application may. not be .used. to overcome any
insufficiency of the specification .due to lack of an
euabling disclosure or otherwise inadequate.disclo
sure therein, or tosupplementthe original disclosure
thereof for the purpose of interpretation of the scope
of any claim.

[43 FR 4015, Jan. 31, 1978; para. (a), 53 FR 47809,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.83 Content ofdrawing.
(a) The drawing in a nonprovisional application

must show every feature of the invention specified in
the claims. However, conventional features. disclosed
in the description and. claims, wheretheir detailed
ill~tration is not essenliaHora proper understanding
of the invention, should be illustrated in the drawing
in the form ofa graphical drawing symbolor a labeled
representation (e.g., a labeiearectangular box).

(b) When the invention consists ofan improve
ment on an ()ldmli(;1)iIie th-"_<!I!l~ing must when pos
sible eXh~~'>Y_s, the improved
portion itself, disconnected from.theold structure, and
also in anotlie£YIf;~;6miich O"nly oftlie1ilit structure
as will suffice to show·theconnection of the invention
therewith. j ~~-_.

(c) Where the drawiI~~~Vfu 'anonprovisionaI
application do not comply with the requirements of
paragraphs (a) and (b) of this section, the examiner
shall require such additional illustration within a time
period of not less than two months from the date of

the sending of a notice thereof. Such corrections are
subject to the requirements of § 1.8l(d).

[31FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31,
1978; paras. (a) and (c) revised; 60 FR 20195, Apr. 25,
1995, effective June 8, 1995]

§ 1.84 Standardsfor drawings.
(a) Drawings. There are two acceptable catego

ries for presenting drawings in utility and design
patent applications.

(I) Black ink. Black and white drawings are
normally required. India ink, or its equivalent that
secures solid black lines, must be used for drawings;
or

(2) Color. On rare occasions, color drawings
may be necessary as the only practical medium by
which to disclose the subject matter sought to be pat
ented in a utility or design patent application or the
subject matter of a statutory invention registration.
The color drawings must be of sufficient quality such
that all details in the drawings are reproducible in
black and white in the printed patent. Color drawings
are not permitted in international applications (see
PCT Rule 11.13), or in an application, or copy
thereof, submitted under. the Office electronic filing
system. The Office will accept color drawings in util
ity or design patent applications and statutory inven
tion registrations only after granting a petition filed
under this paragraph explaining why thee color draw
ings are necessary. Any such petition must include the
following:

(i) Thefee set forth in § 1.17(h);
(ii) Three (3) sets of color drawings;
(iii) A black and white photocopy that

accurately depicts, to the extent possible, the subject
matter shown.in the color drawing; and

(iv) An amendment to the specification to
insert (unless the. specification contains or has been
previously amended to contain) the following lan
guage as the.first paragraph of thebrief description of
the drawings:

The patent or 'application file contains at
least one drawing executed in color. Copies of
this patent or patent application publication
with color drawing(s) will be provided by the
Office upon request and payment of the neces
sary fee.

----_._---------

R-61
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§ 1.84 MANUAL OF PATENT EXAMINING PROCEDURE

(b) Photographs.-

(1) Black and white. Photographs, including
photocopies of photographs, are not ordinarily Permit
ted in utility and design patent applications. The
Office will accept photographs in utility and design
patent applications, however, if photographs are the
only practicable medium for illustrating the claimed
invention. For example, photographs or photomicro
graphs of: electrophoresis gels, blots (e.g., immuno
logical, western, Southern, and northern), auto
radiographs, cell cultures (stained and unstained), his"
tological tissue cross sections (stained and unstained),
animals, plants, in vivo imaging, thin layer chroma
tography plates, crystalline structures, and, in a design
patent application, ornamental effects, are acceptable.
If the subject matter of the application admits of illus
tration by a drawing, the examiner may require a
drawing in place of the photograph. The photographs
must be of sufficient quality so that all details in the
photographs are reproducible in the printed patent.

(2) Color photographs. Color photographs
will be accepted in utility and design patent applica
tions if the conditions for accepting color drawings
and black and white photographs have been satisfied.
See paragraphs (a)(2) and (b)(l) of this section.

(c) Identification a/drawings. Identifying indi
cia, if provided, should include the title of the inven
tion, inventor's name, and application number, or
docket number (if any) if an application number has
not been assigned to the application. If this informa
tion is provided, it must be placed on the front of each
sheet and centered within the top margin.

(d) Graphic forms in drawings. Chemical or
mathematical formulae, tables, and waveforms may
be submitted as drawings and are subject to the same
requirements as drawings. Each chemical or mathe
matical formula must be labeled as a separate figure,
using brackets when necessary, to show that informa
tion is properly integrated. Each group of waveforms
must be presented as a single figure, using a common
vertical axis with time extending along the horizontal
axis. Each individual waveform discussed in the spec
ification must be identified with a separate letter des
ignation adjacent to the vertical axis.

(e) Type of paper. Drawings submitted to the
Office must be made on paper which is flexible,
strong, white, smooth, non-shiny, and durable. All
sheets must be reasonably free from cracks, creases,

and folds. Only one side of the sheet may be used for
the drawing, Each sheet must be reasonably free from
erasures and must be free from alterations, overwrit
ings, and interlineations. Photographs must be devel
oped on paper meeting the sheet-size requirements of
paragraph (f) of this section and the margin require
ments of paragraph (g) of this section. See paragraph
(b) of this section for other requirements for photo
graphs.

(f) Size of paper. All drawing sheets in an
application must be the same size. One of the shorter
sides of the sheet is regarded as its top. The size ofthe
sheets on which drawings are made must be:

(1) 21.0 cm. by 29.7 cm. (DIN size A4), or
(2) 21.6cm. by 27.9 em. (8 1/2 by 11inches).

(g) Margins. The sheets must not contain
frames around the sight (i.e., the usable surface), but
should have scan target points (i.e:, cross-hairs)
printed on two cater-corner margin corners. Each
sheet must include a top. margin of. at least 2.5 em.
(l inch), a left side margin of at least 2.5cm. (1 inch),
a right side margin of at least 1.5 cm. (5/8 inch), and a
bottom margin of at least 1.0 ern. (3/8 inch), thereby
leaving a sight no greater than 17.0 cm. by 26.2 cm.
on 21.0 em, by 29.7 em, (DIN size A4) drawing
sheets, and a sight no greater than 17.6 cm. by
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 em. by
27.9 cm. (8 1/2 by 11 inch) drawing sheets,

(h) Views. The drawing must contain as many
views as necessary to show the invention. The views
may be plan, elevation, section, or perspective views.
Detail views of portions of elements, on a larger scale
if necessary, may also be used. All views of the draw
ing must be grouped together and arranged on the
sheet(s) without wasting space, preferably in an
upright position, clearly separated from one another,
and must not be included in the sheets containing the
specifications, claims, or abstract. Views must not be
connected by projection lines and must not contain
center lines. Waveforms of electrical signals may be
connected by dasbed lines to show the relative timing
of the waveforms.

(1) Exploded views. Exploded views, with
the separated parts embraced by a bracket, to show the
relationship or order of assembly of various parts are
permissible. When an exploded view is shown in a
figure which is on the same sheet as another figure,
the exploded view should be placed in brackets.
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(2) Partial views. When necessary, a view of
a large machine or device in its entirety may be bro
ken into partial views on a single sheet, or extended
over several sheets if there is no, loss in facility of
nnderstanding the view. Partial views drawn on sepa
rate sheets mnst always be capable of beingIinked
edge to edge so that no partial view contains parts of
another partial view. A smaller scale view should be
included showing the whole formed by the partial
views and indicating the positions of the parts shown.
When a portion of a view is enlarged .for magnifica
tion purposes, the view and the enlarged view must
each be labeled as separate views.

(i) Where views ou two or more sheets
form, in effect, a siuglecomplete view, .the views on
the s,everal sheets must be so arranged that the com
plete figure can be assembled without concealing any
part of any of the views appearing on the various
sheets.

(ii) A very long view may be divided into
several parts placed one above the other on a single
sheet. However, the relationship between the different
parts must be clear and unambiguous.

(3) Sectional views. The plane upon which a
sectional view is taken should be indicated on the
view from which the section is cut by a broken line.
The ends of the broken line should be' designated by
Arabic or Roman numerals corresponding to the view
number of the sectional view, 'and should have arrows
to indicate the direction of sight. Hatching must be
used to indicate section portions of an object, and
must be made by regularly spaced oblique parallel
lines spaced sufficiently apart to enable the lines to be
distinguished without difficulty. Hatching should not
impede the clear reading of the reference characters
and lead lines. If it is not possible to place reference
characters outside the hatched area, the hatching may
be broken off wherever reference characters are
inserted. Hatching must be ata substantialangle to the
surrounding axes or principal lines, preferably 45°. A
cross section must be set out and drawn to show all of
the materials as they are shown in the view from
which the cross section was taken. The parts in cross
section must show proper material(s) by hatching
with regularly spaced parallel oblique strokes, the
space between strokes being chosen on the basis of
the total area to be hatched. The various parts of a
cross section of the same item should be hatched in

the same manner and should accurately and graphi
cally indicate the nature of the material(s) that is illus
trated in cross section. The hatching of juxtaposed
different elements must be angled in a different way.
In the case of large areas, hatching may be confined to
an edging drawn around the entire iuside of the out"
line of the area to be hatched. Different types of
hatching should have different conventional meanings
as regards the nature of a material seen in cross sec
tion.

(4) Alternate position. A moved position may
be shown by a broken line superilUposed upon a suit
able view if this can be done without crowding; other"
wise, a separateview must be used for this purpose.

(5) Modified forms. Modified forms of con
struction must be shown in separate views.

(i) Arrangement of views. One, view must not
be placed upon another or within the outline of
another. All views on the same sheet should stand in
the same direction and, if possible, stand so that they
can be read with the sheet held in an upright position.
If views wider than the width of the sheet are neces
sal)' for the clearest illustration of the invention, the
sheet may be turned on its side so that the top of the
sheet, with th~ appropriate top margin tobeused as
the heading space, is on the right-hand side. Words
mustappear in a horizontal, left-to-right fashion when
the page is either upright or turned so that the top
becomes the right side, except for graphs utilizing
standard scientific convention to denote the axis of
abscissas (of X) and the axis ofordinatesr of Y).

G) Front page view. The drawing must contain
as many views as necessary to show the 'invention.
One of the views should be suitable for inclusion on
the front page of the patent application publication
and patent as the illustration of the' invention. Views
must not be connected 'by projection lines and must
not containcenterlines. Applicant may suggest a sin
gle view (by figure number) for inclusion on the front
page of the patent application publication and patent.

(k), Scale. The scale to which a drawing is made
must be large euough to show the mechanism without
crowding when the drawing is reduced in size to two
thirds in reproduction. Indications such as "actual
size" or "scale 112" on the drawings are not permitted
since these lose their meaning with reproduction in a
different format.
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(I) Character of lines, numbers, and letters. All
drawings must be made by a process which will give
them. satisfactory reproduction characteristics. Every
line, number, and letter must be durable, clean, black
(except for color drawings), sufficiently dense and
dark, and uniformly thick and well-defined. The
weight of all lines and letters must be heavy enough to
permit adequate reproduction. This requirement
applies to all lines however fine, to shading, and to
lines representing cut surfaces in sectional views.
Lines and strokes of different thicknesses may be used
in the same drawing where different thicknesses have
a different meaning.

(m) Shading. The use of shading in views is
encouraged if'it aids in understanding the invention
and if it does not reduce legibility. Shading is nsed to
indicate the surface or shape of spherical, cylindrical,
and conical elements of an object. Flat parts may also
be lightly shaded. Such shading is preferred in the
case of parts shown in perspective, but not for cross
sections. See paragraph (h)(3) of this section. Spaced
lines for shading are preferred. These lines must be
thin, as few in number as practicable, and they must
contrast with the rest of the drawings. As a substitute
for shading, heavy lines on the shade side of objects
can be used except where they superimpose on each
other or obscure reference characters. Light should
come from the upper left comer at an angle of 45°.
Surface delineations should preferably be shown by
proper shading. Solid black shading areas are not per
mitted, except when used to represent bar graphs or
color.

(n) Symbols. Graphical drawing symbols may
be used for conventional elements when appropriate.
The elements for which such symbols and labeled
representations are used must be adequately identified
in the specification. Known devices should be illus
trated by symbols which have a universally recog
nized conventional meaning and are generally
accepted in the art. Other symbols which are not uni
versally recognized may be used, snbject to approval
by the Office, if they are not likely to be confused
with existing conventional symbols, and if they are
readily identifiable.

(0) Legends. Suitable descriptive legends may
be used subject to approval by the Office, or may be
required by the examiner where necessary for under-

standing of the drawing. They should contain as few
words as possible.

(p) Numbers, letters, and reference characters.

(1) Reference characters (numerals are pre
ferred), sheet numbers, and view numbers must be
plain and legible, and must not be used in association
with brackets or inverted commas, or enclosed Within
outlines, e.g., encircled. They must be oriented in the
same direction as the view so as to avoid having to
rotate the sheet. Reference characters should be
arranged to follow the profile of the object depicted.

(2) The English alphabet must be used for
letters, except where another alphabet is customarily
used, such as the Greek alphabet to indicate angles,
wavelengths, and mathematical formulas.

(3) Numbers, . letters, and reference charac
ters must measure at least .32 cm. (118 inch) in height.
They should not be placed in the drawing so as to
interfere with its comprehension. Therefore, they
should not cross or mingle with the lines. They should
not be placed upon hatched or shaded surfaces. When
necessary, such as indicating a surface or cross sec
tion, a reference character may be underlined and a
blank space may be left in the hatching or shading
where the character occurs so that it appears distinct.

(4) The same part of an invention appearing
in more than one view of the drawing must always be
designated by the same reference character, and the
same reference character must never be used to desig
nate different parts.

(5) Reference characters not mentioned in
the description shall not appear in the drawings. Ref
erence characters mentioned in the description must
appear in the drawings.

(q) Lead lines. Lead lines are those lines
between the reference characters and the details
referred to. Such lines may be straight or curved and
should be as. short as possible. They must originate in
the immediate proximity of the reference character
and extend to the feature indicated. Lead lines must
not cross each other. Lead lines are required for each
reference character except for those which indicate
the surface or cross section on which they are placed.
Such a reference character must be underlined to
make it clear that a lead line has not been left out by
mistake. Lead lines must be executed in the same way
as lines in the drawing. See paragraph (I) of this sec
tion.

August2001 R-64



PATENT RULES § 1.85

(r) Arrows. Arrows maybe used attheends of
lines, provided that their meaning is clear, as follows:

(1) On a lead line, a freestanding arrow to
indicate the entire section towards which it points;

(2) On a lead line, an arrowtouching a line to
indicate the. snrface shown by the line looking along
the direction of the arrow; or

(3) To show the direction of movement.

(s) Copyright or Mask Work Notice. A COpy
right prIIlask wOfk notice may appear in the drawing,
but must be placed within the sight pf t~e drawing
immediately below the figure representingthe copy~

rightor mask 'o¥0rk material and be limi~d to letters
having a print size of 32 em. to 64 em. (1/8 to 1/4
inches) high. The content of the notice mnst be lim
ited to only those elements provided for by law..For
example, "©1983 John Doe" (17 U:s:C. 401) and
"*M* John Doe" (17 V.S.c. 909) would be-properly
limited and, under current statutes, legally sufficient
notices of copyright and mask work, respectively.
Inclusion of a copyright or mask work notice .will be
permitted only if the authorization language set.forth
in § L71(e) is included at the beginning (preferably as
the first paragraph) of the specification.

(t) Numbering of sheets of drawings. The
sheets of drawings should be numbered in consecu
tive Arabic numerals, starting with 1, within the sight
as defined in paragraph (g) of this section. These
numbers, if present, must be placed in the middle of
the top ofthe sheet, but not in the margin. The num
bers can beplaced on the right-hand side if the dra'o¥
ing extends too dose to the middle of the top edge of
th~ usable surface. The drawing sheet numbering
must be clear and larger than the numbers used as ref
erence characters to avoid confusion. The nu~her of
each sheet should be shown by two Arabic numerals
placed on either side of an oblique line, with the first
being the sheet number and the second being the total
number of sheets of drawings, with no other marking.

(u) Numbering ofviews.
(1) The different views must be numbered in

consecutive Arabic numerals, starting with 1, inde
pendent of the numbering of the sheets and, if possi
ble, in the order in which they appear on the drawing
sheet(s). Partial views intended to fortn One complete
view, on one or several sheets, must be identified by
the same number followed by a capital letter. View
numbers must be preceded by the abbreviation "FIG."

Where only a single view is used in an application to
illustrate the claimed invention, it must not be num
bered and the abbreviation "FIG." must not appear.

(2) Numbers and letters identifying the views
must be simple and clear and must not be used in
association With brackets, Circles, or inverted com
mas. The view numbers mnst be larger than the num
bers used for reference characters.

(v) Security markings. Authorized security
markings maybe placed on the drawings provided
they are outside the sight, preferably centered in the
top margin,

(w) Corrections. Any corrections On drawings
submitted to the Office must be durable andperma
nent.

(x) Holes. No holes should bemade by appli
cant in the drawing sheets.

(y) Types of drawings. See § 1.152 for design
drawings,§1.165 for plant drawings, and § 1.174 for
reissue drawings.

[24 FR 10332, Dec. 22, 1959: 31 FR 12923, Oct. 4,
1966: 36 FR 9775, May 28, 1971: 43 FR 20464, May 11,
1978;45 FR 73657, Nov.6,1980; paras. (a), (b), (i), (j),and
(I) ameIld~d, paras, (11),(0), and (p)added, 53 FR47809,
Nov. 28, 1988, effective Jan. 1, 1989; revised, 58 FR
38719, July 20, 1993,effective Oct. 1, 1993;paras. (c), (I),
(g), and (x) revised, 61 FR 42790, Aug. 19, 1996,effective
Sept. 23, 1996;paras. (a)(2)(i),.(b), (c) & (g) revised, 62 FR
53131,Oct. 10, 1997,effectiveDec. 1, 1997;paras. (a), (b),
(c), (j),(k),(o),.and(x)revised, and para. (y) added, 65 FR
54604, Sept. 8,}POO, effective Nov. 7, 2000; paras. (a)(2),
(e), and (j) revised, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000]

§ 1.85 Corrections to drawings.
(a) A utility or plant application will not be

placed on the files for. examination until objections to
the drawings have been corrected, Except as provided
in § L215(c), any patent application publication will
not include drawings filed after the application has
be(mplaced on tile files for examination. Unless
applicant 'is otherwise notified in an Office action,
objections to the drawings in a utility or plant applica
tion will not be held in abeyance, and a request to hold
objections to-the drawings in abeyance will not
be considered a bona fide attempt to advance the
application to final action (§ 1.135(c». If a drawing in
a design application meets the requirements of
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§ 1.84(e), (f), and (g) and is snitable for reproduction,
but is not otherwise in compliance with § 1.84, the
drawing may be admitted for examination.

(b) The Office will not release drawings for
purposes of correction. If corrections are necessary,
new corrected drawings must be submitted within the
time set by the Office.

(c) If a corrected drawing is required or if a
drawing does not comply with § 1.84 at the time an
application is allowed, the Office may notify the
applicant and set a three month period of time from
the mail date of the notice of allowability within
which the applicant must file a corrected or formal
drawing in compliance with § 1.84 to avoid abandon
ment. This time period is not extendable under §
1.136(a) or § 1.136(b).

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982;
53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para. (a)revised, 65 FR 57024, Sept. 20,2000,.effec
tiveNov. 29, 2000]

§ 1.88 [Reserved]

[Deleted, 58 FR 38719, July20, 1993, effective Oct. 1,
1993]

MODELS, EXIDBITS, SPECIMENS

§ 1.91 Models or exhibits not generally admitted
as part of application or patellt.

(a) A model or exhibit will not be admitted as
part of the record of an application unless it:

(I) Substantially conforms to the require
ments of § 1.52 or§1.84;

(2) Is specifically required by the Office; or
(3) Is filed with a petition under this section

including:
(i) Thefee set forth in § 1.l7(h); and
(ii) An explanation of why entry of the

model or exhibit in the file record is necessary to
demonstrate patentability.

(b) Notwithstanding the provisions of para
graph (a) of this section, a model, working model, or
other physical exhibit may be required by the Office if
deemed necessary for any purpose in examination of
the application.

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; para. (a)(3)(i) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ 1.92 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.93 Specimens.
Wh~n the invention relates to a composition of mate

ter, the applicant may be required to furnish speci
mens of the composition, or of its ingredients or
intermediates, for the purpose of inspection or experi
ment.

§ 1.94 Return of models, exhibits or specimens.
Models, exhibits, or specimens in applications

which have become abandoned, and also in other
applications on conclusion of the prosecution, may be
returned to the' applicant upon demand and at his
expense, unless it is deemed necessary that they be
preserved in the Office. Such physical exhibits in con
tested cases may be returned to the parties at their
expense. If not claimed within a reasonable time, they
may be disposed of at the discretion of the Commis
sioner.

§ 1.95 Copies of exhibits.
Copies of models or other physical exhibits will not

ordinarily be furnished by the Office, and any model
or exhibit in an application or patent shall not be taken
from the Office except in the custody of an employee
of the Office specially authorized by the Commis
sioner.

§ 1.96 Submission of computer program list
ings.

(a) General. Descriptions of the operation and
general content of computer program listings should
appear in the description portion of the specification.
A computer program listing for the purpose of this
section is defined as a printout that lists in appropriate
sequence the instructions, routines, and other contents
of a program for a computer. The program listing may
be either in machine or machine-independent (object
or source) language which will cause a computer to
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perform a desired procedure or task such as solve a
problem, regulate the flow of work in a compnter, or
control or monitor events. Computer program listings
may be submitted in patent applications as set forth in
paragraphs (b) and (c) of this ,section.

(b) Material which will be printedin the patent
If the computer program listing is contained in 300
lines or fewer, with each line of 72 characters or
fewer, it may be submitted either as, drawings or as
part of the specification.

(I) Drawings. If the listing is submitted as
drawings, it must be submitted in thelllanner and
complying with the requirements for drawings as pro
vided in § 1.84. At least one figure numeral is
required on each sheet of drawing.

(2) , Specification.
(i) If the listing is submitted as part of the

specification, it must be submitted in accordancewith
the provisions of § 1.52.

(ii) Any listing havingmore than 60 lines
of code that is submitted as part of the specification
must be positioned at the end of the description but
before the claims. Any amendment mustbe made by
way of submission ofa substitute sheet.

(c) As an appendix which will not be printed:
Any computer program listing may, and any computer
program listing having over :300 lines (up to 72 char
acters per line) must, be submitted on a compact disc
in compliance with § 1.52(e). A compact disc contain
ing such a computer program listing is to be referred
to as a "computer program listing appendix." The
"computer program listing appendix" will not be part
of the printed patent. The specification must include a
reference to the "computer program listing appendix"
at the location indicated in § 1.77(b)(4).

(I) Multiple computer program listings for a
single application may be placed on a single compact
disc. Multiple compact discs may be submitted' for a
single application if necessary. A separate compact
disc is required for each application containing a com
puter program listing that must be submitted on a
"computer program listing appendix."

(2) The "computer program listing appendix"
must be' submitted on a compact disc that complies
with §1.52(e) and the following specifications (no
other format shall be allowed):

(i) Computer Compatibility: IBM PCIXT/
AT, or compatibles, or Apple Macintosh;

(ii) Operating System Compatibility: MS
DOS, MS-Windows, Unix, or Macintosh;

(iii) Line Terminator: ASCII Carriage
Return plus ASCII Line Feed;

(iv) Control Codes: the data must not be
dependent on control characters or codes which are
not defined in the ASCII character set; and

(v) Compression: uncompressed data.

[46 FR 2612, Jan. 12, 1981; para. (b)(I), 54 FR 47519,
Nov. 15, 1989, effective Jan. 16, 1990; revised, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; paras. (b)
and (c) revised, 65 FR 54604, Sept. 8,'2000, effective Sept.
8, 2000 (effective date corrected, 65 FR 78958, Dec. 18,
2000]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure state
ment.

(a) In order for an applicant for a patent or for a
reissue, of a patent to have an information disclosure
statement in compliance with § 1.98 considered by the
Office during the pendency of the application, the
information disclosure statement must satisfy one of
paragraphs (b), (c), or (d) of this section.

(b) An information disclosure statement shall
be considered by the Office if filed by the applicant
within anyone of the following time periods:

(I) Within three months of the filing date of a
national application other thana continued prosecu
tion application under § 1.53(d);

(2) Within three months of the date of entry
of the national stage as set forth in § 1.491 in an inter
national application;

(3) Before the mailing of a first Office action
on the merits; or

(4) Before the mailing of a first Office action
after the filing of a request for continued examination
under § 1.114.

(c) An information disclosure statement shall
be considered by the Office if filed after the period
specified in paragraph (b) of this section, provided
that the information disclosure statement is filed
before the mailing date of any of a final action under
§ 1.113, a notice of allowance under § 1.311, or an
action that otherwise closes prosecution in the appli
cation, and it is accompanied by one of:
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(1) The statement specified in paragraph (e)
of this section; or

(2) The fee set forth in § 1.17(p).
(d) An information disclosure statement shall

be considered by the Office if filed by the applicant
after the period specified in paragraph (c) of this sec
tion, provided that the information disclosure state
ment is filed on or before payment of the issue fee and
is accompanied by:

(1) The statement specified in paragraph (e)
of this section; and

(2) The fee set forth in § 1.17(p).
(e) A statement under this section must state

either:
(1) That each item of information contained

in the information disclosure statement was first cited
in any communication from a foreign patent office in
a counterpart foreign application not more than three
months prior to the filing of the information disclo
sure statement; or

(2) That no item of information contained in
the information disclosure statement was cited in a
communication from a foreign patent office in a 'coun
terpart foreign application, and, to the knowledge of
the person signing the certification after making rea
sonable inquiry, no item of information contained in
the information disclosure statement was known to
any individual designated in § 1.56(c) more than three
months prior to the filing of the information disclo
sure statement.

(f) No extensions of time for filing an informa
tion disclosure statement are permitted under § 1.136.
If a bona fide attempt is made to comply with § 1.98,
but part of the required content is inadvertently omit
ted, additional time may be given to enable full com
pliance.

(g) An information disclosure statement filed in
accordance with section shall not be construed as a
representation that a search has been made.

(h) The filing of an information disclosure
statement shall not be construed to be an admission
that the information cited in the statement is, or is
considered to be, material to patentability as defined
in § 1.56(b).

(i) If an information disclosure statement
does not comply with either this section or § 1.98, it
will be placed in the file but will not be considered by
the Office.

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27,
1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
para. (d) revised, 60 FR 20195, Apr. 25, 1995, effective
June8, 1995; paras. (a)- (d) revised, 61 FR 42790,Aug. 19,
1996, effective Sept 23,1996; paras. (c)-(e) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (b)
revised, 65 FR 14865, Mar. 20, 2000, effective May 29,
2000 (adopted as final, 65 FR 50092, Aug. 16, 2000);
paras. (a) through (e) aud (i) revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000]

§ 1.98 Content of information disclosure state
ment.

(a) Any information disclosure statement filed
under § 1.97 shall include:

(1) A list of all patents, publications, applica
tions, or other information submitted for consider
ation by the Office;

(2) A legible copy of:
(i) Each U.S. patent application publica

tion and U.S. and foreign patent;
(ii) Each publication or that portion which

caused it to be listed;
(iii) For each cited pending U.S, applica

tion, the application specification including the
claims, and any drawing of the application, or that
portion of the application which caused it to be listed
including any claims directed to that portion; and

(iv) All other information or that portion
which caused it to be listed; and

(3)(i) A concise explanation of the relevance,
as it is presently understood by the individual desig
nated in § 1.56(c) most knowledgeable about the con
tent of the information, of each patent, publication, or
other information listed that is notin the English lan
guage. The concise explanation may be either sepa
rate from applicant's specification or incorporated
therein.

(ii) A copy of the translation if a written
English-language translation of a non-English
language document, or portion thereof, is within the
possession, custody, or control of, or is readily avail
able to any individual designated in § 1.56(c).

(b)(l) Each U.S. patent listed in an information
disclosure statement must be identified by inventor,
patent number, and issue date.

(2) Each U.S. patent application publication
listed in an information disclosure statement shall be
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identified by applicant, patent application publication
nnmber, and publication date.

(3) Each U.s. application listed inaninfor
mation disclosure statement must be identified by the
inventor, application number, and filing date.

(4) Each foreign patent or published foreign
patent application listed in an informarion disclosure
statement must be identified by the country or patent
office which issued the patent or published the appli
cation, an appropriate document number, and the pub
lication date indicated on the patent or published
application.

(5) Each publication listed in aninformation
disclosure statement must be identified by publisher,
author (if any), title, relevant pages ofthe publication,
date, and place of publication.

(c) When the disclosures of two or more patents
or publications listed in an information disclosure
statement are substantively cum~lative, a copy of one
of the patents or publications may be, submitted with
out copies of the other patents or publications, pro
vided that it is stated that these other patents or
publications are cumulative.

(d) A copy of any patent, publication, pending
U.S. application or other information, as specified in
paragraph (a) of this section, listed in an information
disclos~re statement is required to be provided, even
if the patent,publication, pending U.S. application or
other information was previously submitted to, or
cited by, the Office in an earlier application, unless:

(1) The earlier application is properly identi
fied in the information disclosure statement and is
relied on for an earlier effective filing date under
35 U.S.C. 120; arid

(2) The information disclosure statement
submitted in the earlier application complies with
paragraphs (a) through (c) of this section.

[42 FR5594, Jan. 28,1977; para: (a)48 FR2712, Jan.
20, 1983,effectivedate Feb. 27, 1983:57 FR2021, Jan. 17,
1992,effective Mar. 16, 1992: revised, 65 FR 54604, Sept.
8, 2000, effective Nov. 7, 2000; paras. (a)(2) and (b)
revised,65 FR 57024, Sept. 20, 2000,effective Nov. 29,
2000]

§1.99

(a)
'patents

Third-party submission in pnblished
application.
A submission bya member of the public of

or publications relevant to a pending pub-

lished application may be entered in the application
file if the submission complies with the requirements
of this section and the application is still pending
when the submission and application file are brought
before the examiner.

(b) A submission under this section must iden
tify the application to which it is directed by applica
tion number and include:

(1) Thefee set forth in § 1.17(p);

(2) A list of the patents or publications sub
mitted for consideration by the Office, including the
date of publication of each patent or publication;

(3) A copy of each listed patent or publica
tion in written form or at least the pertinent portions;
and

(4) An English language translation of all the
necessary and pertinent parts of any non-English lan
guage patent or publication in written form relied
upon.

(c) The submission under this section must be
served upon the applicant in accordance with § 1.248.

(d) A submission under this section shall not
include any explanation of the patents or publications,
or any other information. The Office will dispose of
such explanation or information if included in a sub
mission under this section. A submission under this
section is also limited to ten total patents or publica
tions.

(e) A submission under this section must be
filed within two months from the date of publication
of the application (§ l.215(a» or prior to the mailing
of a notice of allowance (§ 1.311), whichever is ear
lier. Any submission under this section not filed
within this period is permitted only when the patents
or publications could not have been submitted to the
Office earlier, and must also be accompanied by the
proceSsing fee set forth in § 1.17(i). A submission by
a member of the public to a pending published appli
cation that does not comply with the requirements of
this section will be returned or discarded.

(f) A member of the public may include a self
addressed postcard with a submission to receive an
acknowledgment by the Office that the submission
has been received. A member of the public filing a
submission under this section will not receive any
communications from the Office relating to the sub
mission other than the return of a self-addressed post
card. 'In the absence of a request by the Office, an
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applicant has no duty to, and need not, reply to a sub
mission under this section.

[48 FR 2712, Jan. 20, 1983; effective Feb. 27, ~983;

removedand reserved,57 FR 2021,Jan. 17, 1992,effective
Mar. 16, 1992; added, 65 FR 57024, Sept. 20, 2000, effec
tive Nov. 29, 2000; para. (f) corrected, 65 FR 66502, Nov.
6,2000, effectiveNov. 29, 2000]

EXAMINATION OF APPLICATIONS

§ 1.101 [Reserved]

[29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712,
Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 50 FR
9381, Mar. 7, 1985, effective May 8, 1985; 52 FR 20046,
May 28, 1987, effective July 1, 1987; para. (a) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997]

§ 1.102 Advancement of examination.
(a) Applications will not be advanced out of

tum for examination or for further action except as
provided by this part, or upon order of the Commis
sioner to expedite the business of the Office, or upon
filing of a request under paragraph (b) of this section
or upon filing a petition under paragraphs (c) or (d) of
this section with a showing which, in the opinion of
the Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are
deemed of peculiar importance to some branch of the
public service and the head of some departmentof the
Government requests immediate action for that rea
son, may be advanced for examination.

(c) A petition to make an application special
may be filed without a fee if the basis for the petition
is the applicant's age or health or that the invention
will materially enhance the quality of the environment
or materially contribute to the development or conser
vation of energy resources.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c)
of this section must be accompanied by the fee set
forth in § 1.17(h).

[24 FR 10332,Dec. 22, 1959; paras. (a), (c), and (d),
47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para.
(d), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989;
para. (d) revised, 60 FR 20195, Apr. 25, 1995, effective
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June 8,1995; para. (a) revised,62 FR 53131,Oct. 10, 1997,
effective Dec. 1, 1997; para. (d) revised, 65 FR 54604,
Sept. 8,2000, effectiveNov. 7, 2000]

§ 1.103 Suspension of action by the Office.
(a) Suspension for cause. On request of the

applicant, the Office may grant a suspension of action
by the Office under this paragraph for good and suffi
cient cause. The Office will not suspend action if a
reply by applicant to an Office action is outstanding.
Any petition for suspension of action under this para
graph must specify a period of suspension not exceed
ing six months. Any petition for suspension of action
under this paragraph must also include:

(1) A showing of good and sufficient cause
for suspension of action; and

(2) The fee set forth in § 1.17(h), unless such
cause is the fault of the Office.

(b) Limited suspension ofaction in a continued
prosecution application (CPA) filed under § I.53(d).
On request of the applicant, the Office may grant a
suspension of action by the Office under this para
graph in a continued prosecution application filed
under § 1.53(d) for a period not exceeding three
months. Any request for suspension of action under
this paragraph must be filed with the request for an
application filed under § 1.53(d), specify the period of
suspension, and include the processing fee set forth in
§ 1.17(i).

(c) Limited suspension of action after a request
for continued application (RCE) under § 1.114. On
request of the applicant, the Office may grant a sus
pension of action by the Office under this paragraph
after the filing of a request for continued examination
in compliance with § 1.114 for a period not exceeding
three months. Any request for suspension of action
under this paragraph must be filed with the request for
continued examination under § 1.114, specify the
period of suspension, and include the processing fee
set forth in § 1.17(i).

(d) Deferral of examination. On request of the
applicant, the Office may grant a deferral of examina
tion under the conditions specified in this paragraph
for a period not extending beyond three years from
the earliest filing date for which a benefit is claimed
under title 35, United States Code. A request for
deferral of examination under this paragraph must
include the publication fee set forth in § 1.18(d) and
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the processing fee set forth in § 1.17(i);Arequestfor
deferral of examination under this paragraph will not
be granted unless:

(I) .!he application inn original utiliryor
plant application filed under § 1.53(b) or resultin?
from entry. of an intemational. application into .th~
riational stage after compliance' with § 1.494 or §
1.495; ,

(2) The applicant has not filed a nonpublica
non request under § 1.213(a), orhas filed a request
under § 1.213(b) to rescind a previously filed nonpub
lication request;

(3) The application is in condition forpubli
cation as provided in § 1.211(c); and

(4) The Office has not issued eitheran Office
action under 35 U.S.c. 132 or a notice of allowance
under 35 U.S.C. 151.

(e) Notice of suspension on initiative of 'the
Office. The Office will notify applicant if the Office
suspends action by the Office on an application on its
own initiative.

(f) Suspension of action for public safety or
defense. The Office may suspend actionby the Office
byorderof'the Commissioner if the following condi
tions are met:

(I) Theapplicatiou is owned by the United
States;

(2) Publication of the invention may be detri
mental tothe public safety or defense; and,

(3) The appropriate department or agency
requests such suspension.

(g) Statutory invention registration:The Office
will suspend action by the Office for the entire pen
dency of .an application ifthe Office hasaccepted a
request to publish a statutory invention registration in
the application, except for purposes relating, to patent
interference proceedings under Subpart E of this part.

[24FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11,
1968;l'aras. (a) and (b),47FR 41276, Sept. 17, 1982,
effective Oct. I, 1982; para. (d), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (d), 50 FR9381, Mar.
7, 1985,effective May 8, 1985; para. (a), 54 FR 6893, Feb.
15, 1989, effectiveApr, 17, 1989; para. (a) re"ised,60 FR
20195, Apt. 25, 1995, effective June 8, 1995; para. (a)
revised, 62 FR 53131, Oct. 10, 1997,.effedive Dec. I,
1997; revised, 65 FR 50092, Ang. 16, 2000, effective Ang.
16, 2000; paras. (d) through (f) redesignated as (e) through

(g) and para. (d) added,65 FR 57024,Sept.20, 2000,effec
tive Nov. 29,2000]

§ 1.104 Nature of examination.

(a) Examiner's action.

(I) On taking up all application for examina
ti0n or a patent in, a reexaminationpr?ceedin&, the
examiner shallmake 'a thorough study thereof and
shall tnake a thorough investigation of the available
prior art relating to the .subject matter of the,.claimed
invention. Theexamination shalt be c0tnplete with
re~pect both toc?tnplianc~.ofthe application or patent
under reexamillationwith the applicable statutes and
flilesand to the pat~ntabi1ity of the invention as
claimedv as well as with respect to !Datters of form,
unless otherwise indicated. . . . ,

(2) The applicant,' or in the case of a reexam
ination proceeding, both the patent owner and the
requester, will be notified of the examiner's action.
The.reasons for-any adverse action or any objection or
requirement will be stated in art Office action and
such information or references will be given as' may
be useful in aiding the applicant; or in' the case of, a
reexamination proceeding the patent owner, to judge
the propriety of continuing the prosecution.

(3) ',1}ninternational-typese~chwillbe made
in all national applications filed on and after June I,
1978.

(4) Any nationalapplication may also have
an international-type search report prepared thereon at
the time of the national examination on the ' merits,
upon specific written request therefor and payment of
the international-type, search report fee set forth in
§ 1.21(e). The Patent and Trademark Office does not
require that a .formal. report of an international-type
search be prepared in order to obtain a' search fee
refund ina later filed international application.

(b) Completeness of examiner's action. The
examiner's action will be complete as to all matters,
except that inappropriate circumstances, such as mis
joinder ofinvention, fundairiental defects in the appli
cation, and the like, the action'of the examiner may be
limited to such matters before further action is made.
However, matters of form need not be raised by the
examiner until a claim is found allowable.
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(c) Rejection ofclaims. .
(I) If the invention is not considered patent"

able, or not considered patentable as claimed, the
claims, or those considered unpatentable will be
rejected.

(2) In rejecting claims for want of novelty or
for obviousness, the examiner must cite the best refer
ences at his or her command. When a reference is
complex or shows or describes inventionsother than
that claimed by the applicant, the particular part relied
on must be designated as nearlyas practicable. The
pertinence of eachreference, ifnot~pparent, must be
clearly explained and each rejected claim specified.

(3) IIi rejectingclaims the examiner mayrely
upon admissions by the al'plica~t, or the patent owner
in a reexamination proceeding', as to any matter
affecting patentability and, i~sofar as rejections in
applications are concerned, may also rely upon facts
within his or her knowledge pursuant to paragraph
(d)(2) of this.section.

(4) Subject matter which is developed by
another person which qualifies as.prior art only under
35 U.S.C.I02(e), (f) or (g) may be used as priorart
under 35 U.S.c. 103 against a .claimed invention
unless the entire rights to the subject matter and the
claimed invention were commonly .:owned by the
same person Or organization or subject til an obliga
tion ofassignme~t to the safile person ~r organization
at the time the claimed invention was made.

(5) The claims in any original application
naming an inventor will be rejected as being pre
cluded by a waiver in a published statutory invention
registration naming that inventor ifthe same subject
matter is claimed in: the application and the statutory
invention registration. The claims in any reissue
application naming an inventor will be rejected as
being precluded by a waiver in a published statutory
invention registration naming that inventor if the reis
sue application seeks to claim subject matter:

(i) Which was not' covered by claitus
issued in the patent prior to the date of publication of
the statutory invention registration; and

(ii) Which was the.eamcaubject matter
waived in the staMory invention registration.

(d) Citationof references.
(I) If domestic patents are citedby the exam

iner, their numbers and dates, and the names of the
patentees will be stated. If domestic patent application

publications are cited by the examiner, their publica
tion number, publication date, and the names of the
applicants will be stated. If foreign published applica
tions.or patents are cited, their nationality or country,
numbers and. dates, and the names of the patentees
will be stated, and SJIch other data will be furnished as
may be necessary to enable the applicant, or in the
case of a reexamination proceeding, the patent owner,
to identify the pnblished applications or patents cited.
In citing foreign published applications orpatents, in
case only apart of the docume~t is involved, the par
ticular pages and sheets containing the parts relied
upon will be identified. If printed publications are
cited, the authorIif any), title, date, pages or plates,
and place of publication, or place where a copy can be
found, will be given.

(2) When a rejection in an application is
based on facts within the personal knowledge of an
employee of the Office, the data shall be as specific as
possible, and the reference must be supported, when
called for by the applicant, by the affidavit of such
employee, and such affidavit shall be subject to con
tradiction or explanation by the affidavits of the appli
cant and other persons.

(e) Reasons for allowance. If the examiner
believes that the record of the prosecution as a whole
does not make clear his or her reasons, for allowing a
claim or claims, the examiner may set forth such rea
soning. The reasons shall be incorporated into an
Office action rejectirig other claims of the application
or patent under reexamination or be the subject of a
separate communication to the applicant or patent
owner. The applicant or patent owner may file a state
ment commenting on the reasons for allowance within
such time as may be specified by the examiner. Fail
ure by the examiner to respond to any statement com
menting on reasons for allowance does not give rise to
anyimplication.

[43FR 20465, May 11, 1978; 46 FR 29182, May 29,
1981; para. (d),47 FR 41276, Sept. 17,1982, effective date
Oct. I, 1982; para. (e), 50 FR 9381, Mar. 7, 1985, effective
May 8, 1985; para. (e), 57 FR 29642, July 6,1992, effec
tive Sept. 4, 1992; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; para. (c)(4) revised, 65 FR 14865,
Mar, 20,.2000, effective May 29, 2000 (adopted asfinal,
65 FR 50092, Aug. 16,2000); paras. (a)(2) and (e) revised,
65 FR 54604, Sept: 8, 2000, effective Nov., 7, 2000; para.
(a)(5) removed andpara. (d)(l) revised, 65 FR57024, Sept.
20,2000, effective Nov. 29, 2000]
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§ . 1.105 Requirements forlnformatlon,

(a)(l) Iu the course of exanrinilig or treating a
matter in a pending or abandoned app~cation~led

under35 U.S.C.}l1 or 371 (includi~g a .reissu~appli
cation), in a patent, or in a reelfanrination proceeding,
the examiner or other. Office employee may require
the submission, from individuals identified under §
1.56(c), or any assignee, of ~uch information as l11ay
be reasonably necessary to properly examine or treat
the matter, for example:

(i) Commercial databases: The existence
of .any particularly. relevant commercial database
known to any Ofthe inventors that could be searched
for aparticular aspect of the invention.

(ii) Search: Whether a search of the prior
art was made, and if so, what was searched.

(iii) Related information: A copy of any
non-patent literature, published application, or patent
(U.S: or foreignj.by any of the inventors, that relates
to the claimed invention.

(iv) Information used to draft application:
A copy of any non-patent literature, published appli
cation, or patent (U.S. or foreign) that was used to
draft the application.

(v) Information used in inventionprocess:
A copy of any non-patent literature, published appli
cation, or patent (U.S. or foreign) that was used in-the
invention process, such as' by designing around or
providing a solution to accomplish an invention
result.

.• (vi) lmprovements: Where. the. claimed
invention is an improvement, identification of what is
being improved.

. (vii) In Use: Identification of any use of the
claimed invention known to any of the inventors at
the time the application was filed notwithstanding the
date of the use.

(2) Where an assignee has asserted its right
to prosecute pursuant to § 3.71(a) of this chapter.mat
ters such as paragraphs (a)(1)(i), (iii), and (vii) Of this
section may also be applied to such assignee.

(3) Any reply that states that the information
required to be submitted is unknown and/or is not
readily available to the party or parties from which it
was requested will be accepted as a complete reply.

(b) The requirementforInformation of para
graph (a)(l) of this section maybe included in an
Office action, or sent separately.

(c) A reply, or a failure to reply, to a require
ment for information under this section will begov
emed by §§1.135and 1.136.

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effectiveDec.l, 1997; added, 65·I1R 54604, Sept. 8, 2000,
effectiveNov. 7, 2000] .

§ 1.106. [Reserved]

[24 FR 10332,Dec. 22, 1959: 34 FR 18857, Nov. 26,
1969; para.jc) added,47 FR 21752, May 19, 1982, effec
tive JulyI, 1982; paras. (d) and (e), 50 FR 9381, Mar. 7,
1985,effectiveMay 8, 1985: removed and reserved, 62 FR
53131, Oct.10, 1997,effectiveDec. 1,1997]

§ 1.107 [Reserved]

[46FR29182, May 29,.1981; para, (a) revised,61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; removed
andreserved,62 FR 53131, Oct. 10, 1997,.effective Dec. I,
1997]

§ 1.108 [Reserved]

[50 FR 9381, Mar. 7, 1985, effective May 8, 1985;
removed and reserved, 62 FR53131, Oct. 10, 1997, effec
tive Dec. I, 1997]

§ 1.109 [Reserved]

[46 FR 29182, May 29, 1981; removed and reserved,
62 FR 53131, Oct. 10, 1997,effectiveDec. I, 1997]

§ 1.110 Inventorship and date of invention of the
subject matter of Individual claws.

When more than one inventor is named in an appli
cation or patent, the Patent and Trademark Office,
when necessary for purposes of an Office proceeding,
may require an applicant, patentee, or owner to iden
tifythe inventive entity of the subject matter of each
claim in the application or patent. Where appropriate,
the invention dates of the subject matter of each claim
and the ownership of the subjectmatter on the date of
invention may be required of the applicant, patentee
or owner. See also §§ 1.78(c) and 1.130.
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[50FR9381,Mar. 7, 1985, effective dateMay8, 1985;
revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996]

ACTION BY APPLICANTAND
FURTHER CONSIDERATION

§ L111 Reply by applicant or patent owner to a
non-final Office action.

(a)(1) If the Office action after the first examina
tion (§ 1.104) is adverse in any respect, the applicant
or patent owner, if he or she persists in his or her
application for a patent or reexamination proceeding,
must reply and request reconsideration or further
examination, with or withontamendment. See §§
1.135 and 1.136 for time for reply to avoid abandon
ment.

(2) A second (or subsequent) supplemental
reply will be entered unless disapproved by the Com
missioner. A second (or subsequent) supplemental
reply may be disapproved if the second (or subse
quent) supplemental reply unduly interferes with an
Office action being prepared in response to the previ
ous reply. Factors that will be considered in disap
proving a second (or subsequent) supplemental reply
include:

(i) The state of preparation of an Office
action responsive to the previous reply as of the date
of receipt (§ 1.6) of the second (or subsequent) sup
plemental reply by the Office; and

(ii) The nature of any changes to the speci
fication or claims that would result from entry of the
second (or subsequent) supplemental reply.

(b) In order to be entitled to reconsideration or
further examination, the applicant or patent owner
must reply to the Office action. The reply by the
applicant or patent owner must be reduced to a writ
ing which distinctly and specifically points out the
supposed errors in the examiner's action. and must
reply to every ground of objection and rejection in the
prior Office action. The reply must present arguments
pointing out the specific distinctions believed to ren
der the claims, including any newly presented claims,
patentable over any applied references. If the reply is
with respect to an application, a request may be made
that objections or requirements as to form not neces-
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sary to further consideration of the claims be held in
abeyance until allowable subject matter is indicated.
The applicant's or patent owner's reply must appear
throughout to be a bona fide attempt to advance the
application or the reexamination proceeding to final
action. A general allegation that the claims define a
patentable invention without specifically pointing out
how the language of the claims patentably distin
guishes them from the references does not comply
with the requirements of this section.

(c) In amending in replyto a rejection of claims
in an application or patent under reexamination, the
applicant or patent owner must clearly point out the
patentable novelty which he or she thinks the claims
present in view of the state of the art disclosed by the
references cited or the objections made. The applicant
or patent owner must also show how the amendments
avoid such references or objections.

[46FR 29182, May 29,1981: para. (b) revised, 62 FR
53131, Oct. 10,1997, effective Dec. 1, 1997; paras. (a) and
(c) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

§ 1.112 Reconsideration before final action.

After reply by applicant or patent owner (§ 1.1l1
or § 1.945) to a non-final action and any comments by
an inter partes reexamination requester (§ 1.947), the
application or.thepatent under reexamination will be
reconsidered and again examined. The applicant, or in
the case of a reexamination proceeding the patent
owner and any third party requester, will be notified if
claims are rejected, objections or requirements made,
or decisions favorable to patentability are made, in the
same manner as after the first examination (§ 1.104).
Applicant or patent owner may reply to such Office
action in the same manner provided in § 1.1l1 or
§ 1.945, with or without amendment, unless such
Office action indicates that it is made final (§ 1.113)
or an appeal (§ 1.191) has been taken (§ 1.116), or in
an inter partes reexamination, that it is an action clos
ing prosecution (§ 1.949) or a right of appeal notice
(§ 1.953).

[46 FR 29182, May 29, 1981; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; revised, 65FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 65
FR 76756,Dec.7, 2000, effective Feb. 5, 2001]

R-74



PATENT RULES § 1.115

§ 1.113 Final rejection or action.
(a) On the second Of any subsequentexamina

tion or consideration by the examiner the rejection or
other action may be made final, whereupon appli
cants, or for ex parte reexaminations filed under
§ 1.510, patent owner's reply is limited to appeal in
the case of rejection of any claim (§ 1.191), or to
amendment as specified in § 1.114 or § 1.116. Petition
may be. taken to the Commissioner in tile case of
objections or requirements not involved in the rejec
tion of any claim (§ 1.181). Reply to a final rejection
or action must comply with § 1.114 or paragraph (c)
of this section. For final actious in an inter partes
reexamination filed under § 1.913, see § 1.953.

(b) In making such final rejection, the e)(aniiner
shall repeat or state all grounds of rejectionthen con
sidered applicable to the claims, in the application,
clearly stating the reasons in support thereof.

(c) Reply to a final rejection or action mnst
includecancellation of, or appeal from the rejection
of, each rejected claim. If any claim stands allowed,
the reply to a final rejection or action must comply
with any requirements or objections as to form.

[24 FR 10332, Dec. 22, 1959;46 FR 29182, May 29,
1981; revised, 62 FR 53131, Oct. 10, 1997,effective Dec.
I, )997; revised, 65 FR 14865, Mar. 20, .2000, effective
May 29, 2000 (adopted as final, 65 FR 50092, Aug. 16,
2000); para. (a) revised,65 FR 76756, Dec. 7, 2000, effec
tive Feb. 5,2001]

§ 1.114 Request for continued examination.
(a) If prosecution in an application is closed, an

applicant may request continued examination of the
application by filing a submission and the fee set forth
in § 1.I7(e) prior to the earliest of:

(I) Payment of the issue fee, unless a petition
under § 1.313 is granted;

(2) Abandonment of the application; or
(3) The filing of a notice of appeal to the U.S.

Court of Appeals for the Federal Circuit under 35
U.S.C. 141, or the commencement of a civil action
tinder 35 U.S.c. 145 or 146, unless the appeal or civil
action is terminated.

(b) Prosecution in an application is closed as
used in this section means that the application is under
appeal, or that the last Office action is a final action (§
1.113), a notice ofaHowance (§ 1.311), or an action
that otherwise closes prosecution in the application.

(c) A submission as used in this section
includes, but is not limited to, an information disclo
sure statement, an amendment to the written descrip
tion, claims, or drawings, new arguments, or new
evidence in support of patentability. If reply to an
Office action under 35 U.S.c. 132 is outstanding, the
submission must meet the reply requirements of §
1.111.

(d) If an applicant timely files a submission and
fee set forth in § 1.I7(e), the Office will withdraw the
finality of any Office action and the submission will
be entered and considered. If an applicant files a
request for continued examination under this section
after appeal, but prior to a decision on the appeal, it
will be treated as a request to withdraw the appeal and
to reopen prosecution of the application before the
examiner, An appeal brief under § 1.192 or a reply
brief under § 1.I93(b), or related papers, will not be
considered a submission under this section.

(e) The provisions of this section do not apply
to:

(I) A provisional application;
(2) An application for a utility or plant patent

filed under 35 U.S.c. I1I(a) before June 8,1995;
(3) An international application filed under

35 U.S,C. 363 before June 8, 1995;
(4) An application for a design patent; or
(5) A patent under reexamination.

[Added65 FR 14865, Mar.20, 2000,effectiveMay 29,
2000; revised65 FR 50092,Aug. 16,2000]

AMENDMENTS

§ 1.115 Preliminary amendments.
(a) A preliminary amendment is an amendment

that is received in the Office (§ 1.6) on or before the
mail date of the first Office action under § 1.104.

(b)(I) A preliminary amendment will be entered
unless disapproved by the Commissioner. A prelimi
nary amendment may be disapproved if the prelimi
nary amendment unduly interferes with the
preparation of a first Office action in an application.
Factors that will be considered in disapproving a pre
liminary amendment include:

(i) The state of preparation of a first
Office action as of the date of receipt (§ 1.6) of the
preliminary amendment by the Office; and
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§ 1.116 MANUAL OF PATENT EXAMINING PROCEDURE

(ii) The nature of any changes to the speci
fication or claims that would result from entry of the
preliminary amendment.

(2) A preliminary amendment will not be dis
approved if it is filed no later than:

(i) Three months from the filing date of an
application under § 1.53(b);

(ii) The filing date of a continued prosecu
tion application under § 1.53(d); or

(iii) Three months from the date the
national stage is entered as set forth in § 1.491 in an
international application.

(c) The time periods specified in paragraph
(b)(2) of this section are not extendable.

[46 FR 29183, May 29, 1981; removed and reserved,
62 FR 53131,Oct. 10, 1997, effective Dec. I, 1997; added,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.116 Amendments after final action or appeal.
(a) An amendment after final action or appeal

must comply with § 1.114 or this section.
(b) After a final rejection or other final action

(§ 1.113) in an application or in an ex parte reexami
nation filed under § 1.510, or an action closing prose
cution (§ 1.949) in an inter partes reexamination filed
under § 1.913, amendments may be made canceling
claims or complying with any requirement of form
expressly set forth in a previous Office action.
Amendments presenting rejected claims in better form
for consideration on appeal may be admitted. The
admission of, or refusal to admit, any amendment
after a final rejection, a final action, an action closing
prosecution, or any related proceedings will not oper
ate to relieve the application or patent under reexami
nation from its condition as subject to appeal or to
save the application from abandonment under
§ 1.135, or the reexamination from termination. No
amendment can be made in an inter partes reexamina
tion proceeding after the right of appeal notice under
§1.953 except as provided for in paragraph (d) of this
section.

(c) If amendments touching the merits of the
application or patent under reexamination are pre
sented after final rejection, or after appeal has been
taken, or when such amendment might not otherwise
be proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary
and were not earlier presented.

(d) No amendment can be made as a matter of
right in appealed cases. After decision on appeal,
amendments can only be made as provided in §§
1.198 and 1.981, or to carry into effect a recommen
dation under § 1.196 or § 1.977.

[24 FR.10332, Dec. 22, 1959; 46 FR 29183, May 29,
1981; para. (a) revised, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997; revised, 65 FR 14865, Mar. 20, 2000,
effective May 29, 2000 (adopted as final, 65 FR 50092,
Aug. 16, 2000); paras. (b) and (d) revised, 65 FR 76756,
Dec. 7, 2000,effective Feb.5, 2001]

§ 1.117 [Reserved]

[Removed and reserved, 62 FR. 53131, Oct. 10, 1997,
effective Dec. I, 1997]

§ 1.118 [Reserved]

[48 FR 2712, Jan.20, 1983, effective Feb. 27, 1983;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec
tiveDec. I, 1997]

§ 1.119 [Reserved]

[32 FR 13583, Sept. 28, 1967; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. I, 1997]

§ 1.121 Manner of making amendments in appli
cation.

(a) Amendments in applications, other than
reissue applications. Amendments in applications,
other than reissue applications, are made by filing a
paper, in compliance with § 1.52, directing that speci
fied amendments be made.

(b) Specification other than the claims and list
ings providedfor elsewhere (§§ 1.96 and 1.825).-

(1) Amendment by instruction to delete,
replace, or add a paragraph. Amendments to the
specification, other than the claims and listings pro
vided for elsewhere (§§ 1.96 and 1.825), may be made
by submitting:

(i) An instruction, which unambiguously
identifies the location, to delete one or more para
graphs of the specification, replace a deleted para
graph with one or more replacement paragraphs, or
add one or more paragraphs;
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(ii) Any replacement or added para
graphis) in clean form, that is, without IliarkiJ1gs to
indicate the changes that have beeu made; and

(iii) Another version of any replacement
paragraph(s), on one or more pages separate from the
amendment, marked up to show all the changes rela
tive to the previous version of the paragraph(s). The
changes may be shown by brackets (for deleted mat
ter) or underlining (for added matter), or by any
equivalent marking system. A marked up version does
not have to be supplied for an added paragraph or a
deleted paragraph as it is sufficientto state.that a par
ticular paragraph has been added, 'or deleted.

(2) Amendment by replacement section. If the
sections of the specification contain. section headings
as provided in §§ l.77(b), .1.154(b), or§ 1.163(c),
amendments to the specification, other than the
claims, may be made by submitting:

(i) A reference to the section heading
along with an insttuction to delete that section of the
specification and to replace such deleted section with
a replacement section;

(ii) A replacement section in clean form,
that is, without markings to indicate the changes that
have been made; and

(iii) Another version of the replacement
section, on one or more pages separate from the
amendment, marked up to show all changes relative to
the previous version of the section. The changes may
be shown by brackets (for deleted matter) or underline
ing (for added matter), or by any equivalent marking
system.

(3) Amendment by substitute specification.
The specification, other than the Claims, may also be
amended by submitting:

(i) An instruction to replace thespecifica-
lion;

(ii) A .substiture specification in compli
ance with §1.125(b); and

(iii) Anotherversion of the substitutespeci
ficatiou, separate from the substitute specificatiou,
marked up to show all changes relative to the previous
version of, the specification.' The changes' may' be
shown bybrackets (for deleted matter), orunderlining
(for added matter), or by any equivalent marking sys
tem.

(4) Reinstatement: Deleted matter maybe
reinstated only by a subsequent amendment present
ing the previously deleted matter.

(c) Claims. -

(I) . ,Amendment by rewritin~" directions to
cancel or add. Amendmeuts to a claim must be made
by rewriting such claim with all changes (e.g, addi
tions, deletions, modifications) included. The rewrit
ing of a claim (with the same number) will be
construed as directing the cancellation ofthe previous
version of that claim. A Claim may alsobe canceled
by aninstruction,

(i) A rewritten or newly added claim must
be in clean form, thatis, without markings to indicate
the changes that have been made. A parenthetical
ej{pression should follow the claim number indicating
the status of the claim as amended ornewly added
(e.g., "amended," "twice amended," or "new").

(ii) If a claim is amended byrewriting such
claim with the same number, the ~~endment must be
accqmpawed by another version of the rewritten
claim, onone or more pages separate from the amend
ment, markedupto show ail the changes relative to
thepre'lious version of rhat ~laim. A parenthetical
expression should follow the claim number indicating
the" status of the claim, ,e.g.,·"am~nded," "twice
amended," . etc. The parenthetical expression
."~ended," "twice amended.t' ezc. should be the same
for b0til the clean ,version of the claim under para
graph (c)(l)(i) of this section and the marked up ver
si()ll under this Paragraph. The changes IU~y be shown
by brackets (for deleted matter)or underlining (for
added matter), or byanr equivalent marking system.
A marked upversiqn does not ha'le to be supplied for
an added claim or a canceled claim as it is sufficient to
state tlW a particular claimhas been added, or can
celed.

(2) A claim canceled by amendment (deleted
inits elltirety) maybe reinstated onlyby a subsequent
amendment presenting the claim as a new Claim with
a new claim number.

(3) A clean,version of the entire set of pend
ing claims may be submitted in a single amendment
paper. Such a submission shall be construed as direct
ing the cancellation of all previous versions of any
pending claims. A marked up version is required only
for claims being!changed by the current amendment
(see paragraph (c)(I)(ii) of this section). Any claim
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not accompanied by a marked up version will consti
tute an assertion that it has not been changed relative
to the immediate prior version.

(d) Drawings. Application drawings are
amended in the following manner: Any change to the
application drawings must be SUbmitted.on a separate
paper showing the proposed changes in red for
approval by the examiner. Upon approval by the
examiner, new drawings in compliance with § 1.84
including the changes mustbe filed.

(e) Disclosure consistency. The disclosuremust
be amended, when required by the Office, to correct
inaccnracies. of description and definition, and to
secure substantial correspondence between the
claims, the remainder of the specification, and the
drawings.

(0 No new matter. No amendment may intro
duce new matter into the disclosure of an application.

(g) Exception for examiner's amendments:
,Changes to the specification, including the claims, of
an application made by the Office in an examiner's
amendment may be made by specific instructions to
insert or delete subject matter set forth inthe exam
iner's amendment by identifying the precise point in
the specification or the claim(s) where the insertion or
deletion is to be made. Compliance with paragraphs
(b)(I), (b)(2) or (c)(1) of this section is not required.

(h) Amendments in reissue applications. Any
amendment to the description and claims in reissue
applications must be made in accordance with
§1.l73.

(i) Amendments in reexamination proceedings:
Any proposed. amendment to the description and
claims in patents involved in reexamination proceed
ings in both ex parte reexaminations filed under
§ 1.510 and inter partes reexaminations filed under
§ 1.913 mustbe made in accordance with § 1.530(d)
(j).

(j) Amendments in provisional applications:
Amendments in provisional applications are not nor
mally made. If an amendment is made to a provisional
application, however, it must comply with the provi
sions of this section. Any amendments to a provi
sional application shall be placed in the provisional
application file but may not be entered.

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29,
1981; para. (e), 49 FR 555, Jan. 4, 1984, effective Apr. 1,
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1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; para. (i) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001]

§ 1.122 [Reserved]

[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; removed and
reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.123 [Reserved]

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; amended,
58 FR 38719, July 20, 1993, effective Oct. 1, 1993;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997]

§ 1.124 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.125 Substitute speciflcation,
(a) If the number or nature of the amendments

or the legibility of the application papers renders it
difficult to consider the application, or to arrange the
papers for printing or copying; the Office may require
the entire specification, including the claims, or any
part thereof, be rewritten.

(b) A substitute specification, excluding the
claims, may be filed at any point up to payment of the
issue fee if it is accompanied by:

(1) A statement that the substitute specifica
tion includes no new matter; and

(2) A marked up version of the substitute
specification showing all the changes (including the
matter being added to and the matter being deleted
from) to the specification of record. Numbering the
paragraphs of the specification of record is not con
sidered a change that must be shown pursuant to this
paragraph.

(c) A substitute specification submitted under
this section must be submitted in clean form without
markings as to amended .material. The paragraphs of
any snbstitute specification, other than the claims,
should be individually numbered in Arabic numerals
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so that any amendment to the specification may be
made by replacement paragraph in accordance with §
1.121(b)(l).

(d) A substitute specification under this section
is not permitted in a reissue application or in a reex
amination proceeding.

[48 FR 2712, Jan.20, 1983, effective Feb. 27, 1983;
revised, 62 FR 53131, Oct. 10, 1997,effective Dec. 1,
1997; paras. (b)(2) and (c) revised, 65 FR 54604, Sept. 8,
2000, effectiveNov. 7, 2000]

§ 1.126 Numbering of claims.
The originalnurnbering of the claims must be pre

served throughout the prosecution. When claims are
canceled. the remaining claims must not be renum
bered. When claims are added, they must. be num
bered by the. applicant consecutively beginning with
the number next following the highest numbered
claim previously presented (whether entered or not).
When the application is ready for allowance, the
examiner, if necessary, will renumber the claims con
secutively in the order in which they appear or in such
order as may have been requested by applicant.

[32 FR13583, Sept. 28, 1967;revised, 62 FR 53131,
Oct. 10, 1997,effectiveDec. 1, 1997]

§ 1.127 Petition from refusal to admit amend
ment.

From the refusal of the primary examiner to admit
an amendment, in whole or in part, a petition will lie
to the Commissioner under § 1.181.

TRANSITIONAL PROVISIONS

§ 1.129 Transitional procedures for limited
examination after final rejection and
restriction practice.

(a) An applicant in an application, other than
for reissue or a design patent, that has been pending
for at least two years as of June 8, 1995, taking Into
account any reference made in such application to arty
earlier filed application under 35 V.S.C. 120, 121 and
365(c), is entitled to have a first submission entered
and considered' on the merits after final rejection
under the following circumstances:' The Office will
consider such a submission, ifthe first submission and
the fee set forth in § 1.17(r) are filed prior to the filing

of an appeal brief and prior to abandonment of the
application. The finality of the final rejection is auto
matically withdrawn upon the timely filing of the sub
mission and payment of the fee set forth in § 1.17(r).
If a subsequent final rejection is made in the applica
tion, applicant is entitled to have a second submission
entered and considered on the merits after the subse
quent final rejection under the following circum
stances: The Office will consider such a submission,
if the. second submission and a second fee set forth in
§ l.17(r) are filed prior to the filing of.an appeal brief
and prior to abandomnent of the application. The
finality of the subsequent final rejection is automati
cally withdrawn upon the timely filing of the submis
sion and payment of the second fee set forth in
§ 1.17(r). Any submission filed after a final rejection
.made in an application subsequent to the fee set forth
in § 1.17(r) having been twice paid will be treated as
set forth in § 1.116. A submission as used in this para
graph includes, but is not limited to, an information
disclosure statement, an amendment to the written
description, claims or drawings and a newsubstantive
argument or new evidence in support of patentability.

(b)(1) In an application, other .thanfor reissue or
a design patent, that has. been pending for at least
three years as of June 8, 1995, taking into account any
reference ,made in the application to any earlier filed
application under 35 V.S.c. 120,121 and 365(c), no
requirement for restriction or for the filing of divi
sional applications shall be made or maintained in the
application after June 8, 1995, except where:

(i) The requirement was first made in the
application or any earlier filed application under
35 V.S.c. 120, 121 and 365(c) prior to April 8, 1995;

(ii) The examiner has not made a require
ment for restriction in thepresentor parent applica
tion prior to April 8, 1995, due to actions by the
applicant; or

(iii) The required fee for examination of
each additional invention was not paid.

(2) If the application contains more than one
independent and distinct invention and a requirement
for restriction or. for the filing of divisional applica
tions cannot be made or maintained pursuant to this
paragraph, applicant will be so notified and given a
time.period to:

(i) Elect the invention or inventions to be
searched and examined, if no election has been made
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prior to the notice, and pay the fee set forth in 1.17(s)
for each independent and distinct invention claimed in
the application in excess of one which applicant
elects;

(ii) Confirm an election made prior to the
notice and pay the fee set forth in § 1.17(s) for each
independent and distinct invention claimed in the
application in addition to the one invention which
applicant previously elected; or

(iii) File a petition under this section tra
versing the requirement. If the required petition is
filed in a timely manner, the original time period for
electing and paying the fee set forth in § 1.17(s) will
be deferred and any decision on the petition affirming
or modifying the requirement will set a new time
period to elect the invention or inventions to be
searched and examined and to pay the fee set forth in
§ 1.17(s) for each independent and distinct invention
claimed in the application in excess of one which
applicant elects.

(3) The additional inventions for which the
required fee has not been paid will be withdrawn from
consideration under § 1.142(b). An applicant who
desires examination of an invention 'so withdrawn
from consideration can file a divisional application
under 35 U.S.C. 121.

(c) The provisions of this section shall not be
applicable to any application filed after June 8, 1995.

[Added, 60 FR 20195, Apr. 25, 1995, effective June8,
1995]

AFFIDAVITS OVERCOMING REJECTIONS

§ 1.130 Affidavit or declaration to disqualify
commonly owned patent or published
application as prior art.

(a) When any claim of an application or a
patent under reexamination is rejected under
35 U.S.C. 103 on a U.S. patent or U.S. patent applica
tion publication which is not prior art under 35 U.S.C.
102(b), and the inventions defined by the claims in the
application or patent under reexamination and by the
claims in the patent or published application are not
identical but are not patentably distinct, and the inven
tions are owned by the same party, the applicant or
owner of the patent under reexamination may disqual
ify the patent or patent application publication as prior

art. The patent or patent application publication can
be disqualified as prior art by submission of:

(1) A terminal disclaimer in accordance with
§ 1.321(c); and

(2) An oath or declaration stating that the
application or patent under reexamination and patent
or published application are currently owned by the
same party, and that the inventor named in the appli
cation or patent under reexamination is the prior
inventor under 35 U.S.c. 104.

(b) When an application or a patent under reex
amination claims an invention which is not patentably
distinct from an invention claimed in a commonly
owned patent with the same or a different inventive
entity, a double patenting rejection will be made in the
application or a patent under reexamination. A judi
cially created double patenting rejection may be obvi
ated by filing a terminal disclaimer in accordance
with § 1.321(c).

[Added, 61 FR 42790, Aug. 19, 1996, effective Sept.
23,1996; heading andpara. (a)revised, 65FR 57024,Sept.
20,2000, effective Nov. 29,2000]

§ 1.131 Affidavit or declaration of prior inven
tion.

(a) When any claim of an application or a
patent under reexamination is rejected, the inventor of
the subject matter of the rejected claim, the owner of
the patent under reexamination, or the party qualified
under §§ 1.42, 1.43, or 1.47, may submit an appropri
ate oath or declaration to establish invention of the
subject matter of the rejected claim prior to the effec
tive date of the reference or activity on which the
rejection is based. The effective date of a U.S. patent,
U.S. patent application publication, or international
application publication under PCT Article 21(2) is the
earlier of its publication date or date that it is effective
as a reference under 35 U.S.C. 102(e). Prior invention
may notbe established under this section in any coun
try other than the United States, a NAFTA country, or
a WTO member country. Prior invention may not be
established under this section before December 8,
1993, in a NAFTA country other than the United
States, or before January 1, 1996, in a WTO member
country other than a NAFTA country. Prior invention
may not be established under this section if either:

(1) The rejection is based upon a U.S. patent
or U.S. patent application publication of a pending or
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patented application to another or others which claims
the same patentable invention as defined in §
1.601(n); or

(2) The rejection is based upon a statutory
bar.

(b) The showing of f~cts shall be such, in char
acter and weight, as to establish reductionto practice
prior to the effeetive date of the reference, or concep
tion of the invention prior to the effective date of the
reference coupled with due diligence from prior to
said date to a subsequent reduction to practice or to
the filing of the application. Original exhibits of draw'
ings or records, or photocopies thereof, must accom
pany and form part of the affidavit or declaration or
their absence satisfactorily explained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; para. (a), 48 FR 2713, Jan. 20, 1983, effectiveFeb.
27, 1983; para. (a), 50 FR 9381, Mar, 7, 1985, effective
May 8, 1985;50 FR 11366, Mar. 21, 1985;53 FR 23733,
June 23,1988, effectiveSept. 12, 1988;para. (a)(I) revised
and para. (a)(2) added, 60 FR 21043; May 1, 1995, effec
tiveMay 31,1995; para. (a) revised,6.1 FR42790, Aug. 19,
1996, effective Sept. 23, 1996; heading .and para. (a)
revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8,
2000; para. (a) revised,65 FR 57024,Sept. 20, 2000,effec
tive Nov.29, 2000]

§ 1.132 Affidavits or declarations traversing
rejections or objections•.

When any claim of an application OLapatent under
reexamination is rejected or objected to, any evidence
submitted to traverse the rejection or objection on a
basis not otherwise provided for mustbe by way of an
oath or declaration under this section.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983;
revised, 61 FR 42790,Aug. 19, 1996, effective Sept. 23,
1996; revised, 65 FR 54604, Sept. 8, 2000, effective Sept.
8, 2000; revised 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000]

INTERVIEWS

§ 1.133 Interviews.
(a)(I)Interviews with examiners concerning

applications. and other matters pending before the
Office must be conducted on Office premises and
within Office hours, as the respective examiners may
designate. Interviews will not be permitted at any

other time or place without the authority of the Com
missioner.

(2) An interview for the discussion of the
patentability of a pending application will not occur
before the first Office action, unless the application is
a continuing or substitute application.

(3) The examiner may require that an inter
view be scheduled in advance.

(b) In every instance where reconsideration is
requested in view of an interview with an examiner, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the applicant. An interview does not remove
the necessity for reply to Office actions as specified in
§§ 1.111 and 1.135.

[Para. (b) revised, 62 FR 53131, Oct. 10, 1997,effec
tive Dec. 1, 1997; para. (a) revised, 65 FR 54604, Sept. 8,
2000,effective Nov. 7, 2000]

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for reply to an Office action.
An Office action will notify the applicant of any

non-statutory or shortened. statutory time period set
for reply to an Office action. Unless the applicant is
notified in writing that a reply is required in less than
six months, a maximum period of six months is
allowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.135 Abandonment for failnre to reply within
time period.

(a) If an applicant of a patent application fails
to reply within the time period provided under § 1.134
and § 1.136, the application will become abandoned
unless an Office action indicates otherwise.

(b) Prosecution of an application to save it from
abandonment pursuant to paragraph (a) of this section
must include such complete and proper reply as the
condition of the application may require. The admis
sion of, or refusal to admit, any amendment after final
rejection or any amendment not responsive to the last
action, or any related proceedings, will not operate to
save the.application from abandonment.
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(c) When reply by the applicant is a bona fide
attempt to advance the application to final action, and
is substantially a complete reply to the non-final
Office action, bnt consideration of some matter or
compliance with some reqnirement has been inadvert
ently omitted, applicant may be given a new time
period for reply under § 1.134 to snpply the omission.

[Paras. (a), (b), and (c), 47 FR 41276, Sept. 17, 1982,
effective Oct. 1, 1982; para. (d) deleted, 49 FR 555,Jan.4,
1984, effective Apr. 1, 1984; revised, 62 FR 53131, Oct.
10,1997, effective Dec. 1, 1997]

§ 1.136 Extensions of time.
(a)(I) If an applicant is required to reply within

a nonstatntory or shortened statntory time period,
applicant may extend the time period for reply np to
the earlier of the expiration of any maximum period
set by statnte or five months after the time period set
for reply, if a petition for an extension of time and the
fee setin § 1.17(a) are filed, unless:

(i) Applicant is notified otherwise in an
Office action;

(ii) The reply is a reply brief snbmitted
pursuant to § 1.193(b);

(iii) The reply is a request for an oral hear
ing submitted pursuant to § 1.194(b);

(iv) The reply is to a decision by the Board
of Patent Appeals and Interferences pnrsuant to
§ 1.196, § 1.197 or § 1.304; or

(v) The application is involved in an inter
ference declared pursuant to§ 1.611.

(2) The date on which the petition and the fee
have been filed is the date for pnrposes of determining
the period of extension and the corresponding amount
of the fee. The expiration of the time period is deter
mined by the amount of the fee paid. A reply must be
filed prior to the expiration of the period of extension
to avoid abandonment of the application (§ 1.135),
but in no situation mayan applicant reply later than
the maximum time period set by statute, or be granted
an extension of time under paragraph (b) of this sec
tion when the provisions of this paragraph are avail
able. See § 1.136(b) for extensions of time relating to
proceedings pursuant to §§ 1.193(b), 1.194, 1.196 or
1.197; § 1.304 for extensions of time to appeal to the
U.S. Court of Appeals for the Federal Circuit or to
commence a civil action; § 1.550(c) for extensions of

time in ex parte reexamination proceedings, § 1.956
for extensions of time in inter partes reexamination
proceedings; and § 1.645 for extensions of time in
interference proceedings.

(3) A written request may be submitted in an
application that is an authorization to treat any con
current or future reply, reqniring a petition for an
extension of time under this paragraph for its timely
snbmission, as incorporating a petition for extension
of time for the appropriate length of time. An authori
zation to charge all required fees, fees under § 1.17, or
all required extension of time fees will be treated as a
constructive petition for an extension of time in any
concurrent or future reply requiring a petition for an
extension of time under this paragraph for its timely
submission. Submission of the fee set forth in
§ 1.17(a) will also be treated as a constructive petition
for an extension of time in any concurrent reply
requiring a petition for an extension of time under this
paragraph for its timely SUbmission.

(b) When a reply cannot be filed within the time
period set for such reply and the provisions of para
graph (a) of this section are not available, the period
for reply will be extended only for sufficient cause
and for a reasonable time specified. Any request for
an extension of time under this paragraph must be
filed on or before the day on which such reply is due,
but the mere filing of such a request will not affect
any extension under this paragraph. In no situation
can any extension carry the date on which reply is due
beyond the maximum time period set by statute. See
§ 1.304 for extensions of time to appeal to the U.S.
Court of Appeals for the Federal Circuit or to com
mence a civil action; § 1.645 for extensions of time in
interference proceedings; § 1.550(c) for extensions of
time in ex parte reexamination proceedings; and
§ 1.956 for extensions oftime in inter partes reexami
nation proceedings.

(c) If an applicant is notified in a "Notice of
Allowability" that an application is otherwise in con
dition for allowance, the following time periods are
not extendable if set in the "Notice of Allowability"
or in an Office action having a mail date on or after
the mail date of the "Notice of Allowability":

(I) The period for submitting an oath or dec
laration in compliance with § 1.63;
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(2) The period for submitting formal draw
ings set under § 1.85(c); and

(3) The period for making a deposit set nnder
§ 1.809(c).

[47 FR 41277, Sept. 17, 1982, effective Oct. I, 1982;
49 FR 555, Jan. 4, 1984, effective Apr. I, 1984; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 54 FR
29551, July 13, 1989, effective Aug. 20, 1989; para. (a)
revised, 58 FR 54504, Oct. 22,1993, effective Jan.3,1994;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. I,
1997; para. (c) added, 65 FR 54604, Sept. 8,2000, effective
Nov. 7, 2000; paras. (a)(2) and (b) revised, 65 FR 76756,
Dec. 7, 2000, effective Feb. 5, 2001; para. (c) revised,
66 FR 21090, Apr. 27, 2001, effective May 29,2001]

§ 1.137 Revival of abandoned application, termi
nated reexamination proceeding, or
lapsed patent.

(a) Unavoidable. If the delay in reply by appli
cant or patent owner was unavoidable, a petition may
be filed pursuant to this paragraph to revive an aban
doned application, a reexamination proceeding termi
nated under §§ 1.550(d) or 1.957(b) or (c), or a lapsed
patent. A grantable petition pursuant to this paragraph
must be accompanied by:

(I) The reply required to the outstanding
Office action or notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(1);
(3) A showing to the satisfaction of the Com

missioner that the entire delay in filing the required
reply from the due date for the reply until the filing of
a grantable petition pursuant to this paragraph was
unavoidable; and

(4) Any terminal disclaimer (and fee as set
forth in § 1.20(d)) required pursuant to paragraph (d)
of this section.

(b) Unintentional. If the delay in reply by appli
cant or patent owner was unintentional, a petition may
be filed pursuant to this paragraph to revive an aban
doned application, a reexamination proceeding termi
nated under §§ 1.550(d) or 1.957(b) or (c), or a lapsed
patent. A grantable petition pursuant to this paragraph
must be accompanied by:

(I) The reply required to the outstanding
Office action or notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(m);
(3) A statement that the entire delay in filing

the required reply from the due date for the reply until

the filing of a grantable petition pursuant to this para
graph was unintentional. The Commissioner may
require additional information where there is a ques
tion whether the delay was unintentional; and

(4) Any terminal disclaimer (and fee as set
forth in § 1.20(d)) required pursuant to paragraph (d)
of this section.

(c) Reply. In a nonprovisional application aban
doned for failure to prosecute, the required reply may
be met by the filing of a continuing application. In a
nonprovisional utility or plant application filed on or
after June 8, 1995, and abandoned for failure to prose
cute, the required reply may also be met by the filing
of a request for continued examination in compliance
with § 1.114. In an application or patent, abandoned
or lapsed for failure to pay the issue fee or any portion
thereof, the required reply must include payment of
the issue fee or any outstanding balance. In an appli
cation, abandoned for failure to pay the publication
fee, the required reply must include payment of the
publication fee.

(d) Terminal disclaimer.

(I) Any petition to revive pursuant to this
section in a design application must be accompanied
by a terminal disclaimer and fee as set forth in §
1.321 dedicating to the public a terminal part of the
term of any patent granted thereon equivalent to the
period of abandonment of the application. Any peti
tion to revive pursuant to this section in either a utility
or plant application filed before June 8, 1995, must be
accompanied by a terminal disclaimer and fee as set
forth in § 1.321 dedicating to the public a terminal
part of the term of any patent granted thereon equiva
lent to the lesser of:

(i) The period of abandonment of the
application; or

(ii) The period extending beyond twenty
years from the date on which the application for the
patent was filed in the United States or, if the applica
tion contains a specific reference to an earlier filed
application(s) under 35 U.S.C. 120, 121, or 365(c),
from the date on which the earliest such application
was filed.

(2) Any terminal disclaimer pursuant to para
graph (d)(l) of this section must also apply to any
patent granted.on a continuing utility or plant applica
tion filed before June 8, 1995, or a continuing design
application, that contains a specific reference under
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35 U.S.C. 120,121, or 365(c) to the application for
which revival is sought.

(3) The provisions of paragraph (d)(I) of this
section do not apply to applications for which revival
is sought solely for purposes of copendency with a
utility or plant application filed on or after June 8,
1995, to lapsed patents, or to reexamination proceed
ings.

(e) Request for reconsideration. Any request
for reconsideration or review of a decision refusing to
revive an abandoned application, a terminated reex
amination proceeding, or lapsed patent upon petition
filed pursuant to this section, to be considered.timely,
must be filed within two months of the decision refus
ing to revive or within such time as set in the decision.
Unless a decision indicates otherwise, this time period
may be extended under:

(I) The provisions of § 1.136 for anaban
doned application or lapsed patent;

(2). The provisions of § 1.550(c) for atermi
nated ex parte reexamination proceeding filed under
§ 1.510; or

(3) The provisions of § 1.956.for a termi
nated inter partes reexamination proceeding filed
under § 1.913.

(f) Abandonment for failure to notify the Office
ofaforeignfiling: A nonprovisional application aban
doned pursuant to 35 U.S.c. 122(b)(2)(B)(iii).for fail
ure to timely notify the Office of the filing of an
application in a. foreign country or under amultina
tional treaty that requires publication. of applications
eighteen months after filing, may be revived only pur
suant to paragraph (b) of this section. The reply
requirement of paragraph (c) of this section is met by
the notification of such filing in a foreign country or
under a multinational treaty, but the filing ofapetition
under this section will not operate to stay any period
for reply that may be running against the application.

(g) Provisional applications: A provisional
application, abandoned for failure to timely respond
to an Office requirement, may be revived pursuant to
this section. Subject to the provisions of.35 U.S.C.
119(e)(3) and § l.7(b),a provisional application will
not be regarded as pending after twelvemonths from
its filing date under any circumstances.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982;
para. (b) 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983; paras. (a) - (c), paras. (d) & (e) added, 58 FR 44277,
Aug. 20,1993, effective Sept. 20, 1993; para. (c) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (c) revised, 65 FR 54604, Sept. 8, 2000, effec
tive Sept. 8, 2000; revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000]

§ 1.138 Express abandonment.

(a) An application may be expressly abandoned
by filing a written declaration of abandonment identi
fying the application in the United States Patent and
Trademark Office..Express abandonment of the appli
cation may not be recognized by the Office before the
date of issue or publication unless it is actually
received by appropriate officials in time to act.

(b) A written declaration of abandonment must
be signed by a party authorized under § 1.33(b)(I),
(b)(3),or (b)(4) to sign a paper in the application,
except ~s otherwise provided in this paragraph. A reg
istered attorney or agent, not of record, who acts in a
representative capacity nnder the provisions of §
1.3L1(a) when filing a continuing application, may
expressly abandon the prior application as of the fil
ing date granted to the continuing application.

(c) An applicant seeking to abandon an applica
tion to avoid publication of the application (see §
1.211(a)(l»must submit a declaration of express
abandonment by way of a petition under this section
including the fee set forth ·in § 1.17(h) in sufficient
time to permit the appropriate officials to recognize
the abandonment and remove the application from the
publication process. Applicant should expect that the
petition will not be granted and the application will be
published in regular course unless such declaration of
express abandonment and petition are received by the
appropriate officials more than four weeks priorto the
projected date ofpublication.

[47FR 47244, Oct. 25, 1982, effective Feb. 27, 1983;
49 FR 48416, Dec. 12, 1984, effective Feb. n, 1985;
revised, 65 FR54604, Sept. 8, 2000, effective Nov. 7,
2000; para. (a) revisedand para. (c) added, 65 FR 57024,
Sept. 20, 2000, effective Nov. 29,2000]
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§ 1.139 [Reserved]

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

JOINDER OF INVENTIONS IN ONE
APPLICATION; RESTRICTION

§ 1.141 Different inventions in one national
application.

(a) Two or more independent and distinct
inventions may not be claimed in one national appli
cation, except that more than one species of an inven
tion, not to exceed a reasonable number, may be
specifically claimed in different claims in one national
application, provided the application also includes an
allowable claim generic to all the claimed species and
all the claims to species in excess of one are written in
dependent form (§ 1.75) or otherwise include all the
limitations of the generic claim.

(b) Where claims to all three categories, prod
uct, process of making, and process of use, are
included in a national application, a three way
requirement for restriction can only be made where
the process of making is distinct from the product. If
the process of making and the product are not distinct,
the process of using may be joined with the claims
directed to the product and the process of making the
product even though a showing of distinctness
between the product and process of using the product
can be made.

[52FR 20046,May 28,1987, effectiveJuly 1, 1987]

§ 1.142 Requirement for restriction.
(a) If two or more independent and distinct

inventions are claimed in a single application, the
examiner in an Office action will reqnire the applicant
in the reply to that action to elect an invention to
which the claims will be restricted, this official action
being calIed a requirement for restriction (also known
as a requirement for division). Such requirement will
normally be made before any action on the merits;
however, it may be made at any time before final
action.

(b) Claims to the invention or inventions not
elected, if not canceled, are nevertheless withdrawn
from further consideration by the examiner by the

election, subject however to reinstatement in the event
the requirement for restriction is withdrawn or over
ruled.

[Para (a) revised, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997]

§ 1.143 Reconsideration of requirement.
If the applicant disagrees with the requirement for

restriction, he may request reconsideration and with
drawal or modification of the requirement, giving the
reasons therefor. (See § 1.111). In requestingrecon
sideration the applicant must indicate a provisional
election of one invention for prosecution, which
invention shall be the one elected in the event the
requirement becomes final. The requirement for
restriction will be reconsidered on such a request. If
the requirement is repeated and made final, the exam
iner will at the same time act on the claims to the
invention elected.

§ 1.144 Petition from requirement for restriction.
After a final requirement for restriction, the appli

cant, in addition to making any reply due on the
remainder of the action, may petition the Commis
sioner to. review the requirement. Petition may be
deferred until after final action on or allowance of
claims to the inventionelected, but must be filed not
later than appeal. A petition will not be considered if
reconsideration of the requirement was not requested
(see § 1.181).

[Revised, 62 FR 53131, Oct. 10,1997, effective Dec.
1,1997]

§ 1.145 Subsequent presentation of claims for
different invention.

If, after an office action on an application, the
applicant presents claims directed to an invention dis
tinct from and independent of the invention previ
ously claimed, the applicant will be reqnired to
restrict the claims to the invention previously claimed
if the amendment is entered, subject to reconsidera
tion and review as provided in §§ 1.143 and 1.144.

§ 1.146 Election of species.
In the first action on an application containing a

generic claim to a generic invention (genus) and
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claims to more than one patentably distinct species
embraced thereby, the examiner may require the
applicant in the reply to that action to elect a species
of his or her invention to which his or her claim will
be restricted if no claim to the genus IS found to be
allowable. However, if such application contains
claims directed to more than a reasonable number of
species, the examiner mayrequirerestriction Of the
claims to notmore than a reasonable number of spe
cies before taking further action in the application.

[43 FR 20465, May 11, 1978; revised, .62 FR 53131,
Oct. 10,1997, effectiveDec. 1, 1997]

DESIGN PATENTS

§ 1.151 Rules applicable.
The niles relating to applications for patents for

other inventions or discoveries are also applicable to
applications for patents for designs except as other
wise provided.

§ 1.152 Design drawings.
The design must he represented by a drawing that

complies with the requirements on 1.84 and must
.contain a sufficient number of views to constitute a
complete disclosure ofthe appearance of the design.
Appropriate and adequate surface shading should be
used to show the character or contour ofthe surfaces
represented. Solid black surface shading is not permit
ted except when used to represent the color black as
well as color contrast. Broken lines may be used to
show visible environmental structure, but may not be
used to show hidden planes and surfaces that cannot
be see~through op~quematerials. Alternate positions
of a design component, iIlus~atedby fulland broken
lines in the same view are not permitted in a design
drawing. Photographs and 'ink drawings are not per
mitted to be combined as formal drawings in one
application.. Photographs submitted in "Iieu of ink
drawings in design patent, applications must not dis
close environmental structure but must be limited to
the design claimed for the article.

[53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989;
amended, 58 FR 38719, JlIly 20, 1993, effectiv", Qct. 1,
1993; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997; revised, 65 FR. 54604, Sept. 8, 2000, effective
Sept. 8, 2000]

§ 1.153 Title, description and claim, oath or dec
laration.

(a) The title of the design must designate the
particular article. No description, other than a refer
ence to the drawing, is ordinarily required. The claim
shall be in formal terms to the ornamental design for
the article (specifying name) as shown, or as shown
and described. More than one claim is neither
required nor permitted.

(b) The oath or declaration required of the
applicant must comply with § 1.63.

[24 FR 10332,Dec. 22, 1959; 29 FR 18503, Dec. 29,
1964; para. (b), 48 FR.2712, Jan. 20, 1983, effective Feb.
27, 1983]

§ 1.154 Arrangement of application elements in a
design application.

(a) The elements of the design application, if
applicable, should appear in the following order:

(1) Design application transmittal form.
(2) Fee transmittal form.
(3) Application data sheet (see § 1.76).

- (4) Specification.
(5) Drawings or photographs.
(6) Executed oath or declaration (see §

1.153(b)).
(b) The specification should include the follow-

ing sections in order: , , , ..
(1) Preamble, stating the name of the appli

cant, title of the design, and a brief description of the
nature and intended use of the article in which the
design is embodied.

(2) Cross-reference to related applications
(unless included in the application data sheet).

(3) Statement regarding federally sponsored
research ordevelopment,

, (4) Description of the figure or figures of the
drawing,

(5) .Pearure description.
(6) A single claim.

(c) The, text of the specification sections
defined in paragraph (b)of this section, if applicable,
should be preceded by a section headirig in uppercase
letters without underlining or bold type.

[24 FR 10332, Dec. 22, 1959, para. (e), 48 FR 2713,
Jan 20, 1983, effectivedate Feb. 27, 1983; revised, 61 FR
42790, Aug. 19, 1996,effectiveSept. 23,1996; para. (a)(3)
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revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7,2000]

§ 1.155 Expedited examination of design applica
tions.

(a) The applicant may request that the Office
expedite the examination of a desigu application.'To
qualify for expedited examination:

(1) The application must include drawings in
compliance with § 1.84;

(2) The applicant must have conducted a pre
examination search; and

(3) The applicant must file a request for
expedited examination including:

(i) Thefee set forth in § 1.17(k); and
(ii) A statement that a preexamination

search was conducted. The statement must also indi
cate the field of search and include an information
disclosure statement in compliance with § 1.98.

(h) The Office will not examine. an application
that is not in condition for examination (e.g, missing
basic filing fee) even if the applicant files. a request
for expedited examination under this section.

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (b)-(d) amended, paras. (e) and (f) added,
58 FR 44277, Aug. 20, 1993, effective~ept. 20, 1993;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; revised, 65 FR 54604, Sept. 8, 2000, effective Sept.
8,2000]

PLANT PATENTS

§ 1.161 Rules applicable.
The rules relating to applications for patent for

other inventions or discoveriesare also applicable to
applications for patents for plants except as otherwise
provided. .

§ 1.162 Applicant.xiath or declaration.
Theapplic!ll1t for aplant patent must be the person

who has invented or discovered and asexllally repro
duced the new and distinct variety of plantfor which a
patent is sought (or as provided in §§ 1.42, 1.43, and
1.47). The oath or declaration required of the appli
cant, in addition to the averments required by § 1.63,
must state that he or she has asexually reproduced the

plant. Where the.plant is a newly found.plant the oath
or declaration must also state that it was found in a
cultivated area.

[48FR 2713,)an. 20,1983, effective. Feb. 27, 1983]

§ 1.163 Specification and arrangement of appli
cation elements in a plant application.

(a) The specification must contain as full and
complete a disclosure as possible ofthe plant and the
characteristics thereof that distinguish the same over
related known varieties, and its antecedents, and must
particularly point out where and in what manner the
variety of plant has been asexually reproduced. For a
newly found plant, the specification must particularly
point out the location and character of the area where
the plant was discovered.

(b) The elements of the plant application, if
applicable, should appear in the following order:

(1) Plantapplication transmittal form.
(2) Pee transmittal form.
(3) Application data sheet (see § 1.76).
(4) Specification.
(5) Drawings (in duplicate).
(6) Executed oath or declaration (§ 1.162).

(c) The specification should include the follow
ing sections in order:

(1) Title of the invention, which may include
an introductory portion stating the name, citizenship,
and residence of the applicant.

(2) Cross-reference to related applications
(unless included in the application data sheet).

(3) Statement regarding federally sponsored
reseatch or development.

(4) Latin name of the genus and species of
the plant claimed.

(5) Variety denomination.
(6) Background of the invention.
(7) Brief summary of the invention.
(8) Brief description of the drawing.
(9) Detailed botanical description.
(10) A single claim.
(11) Abstract of the disclosure.

(d) The text of the specification or sections
defined in paragraph (c) of this section, if applicable,
should be preceded by a section heading in upper
case, without underlining or bold type.
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[24 FR10332, Dec. 22, 1959; para. (b),48 FR 2713,
Jan. 20,1983, effective Feb. 27, 1983; paras. (c) and (d)
added, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996; para. (b) revised, 62 FR 53131, Oct. lq, 1997, effec
tive Dec. 1, 1997; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ 1.164 Chum.

The claim shall be in formal terms to the new and
distinct variety of the specified plantas described and
illustrated, and may also recitctheprincipaldistin
guishing characteristics. More than one claim is not
permitted:

§ 1.165 Plant Drawings.

(a) Plant patent drawings should be artistically
and competently executed and must comply with the
requirements of § 1.84. View numbers and reference
characters need not be employed unless required by
the examiner. The drawing must disclose all the dis
tinctive characteristics of the plant capable of visual
representation.

(b) The drawings may be in color. The drawing
must be in colorif color is a distinguishing character
istic of the new variety. Two copies 'of color drawings
or photographs and a black and white photocopy that
accurately depicts, to theextent possible, the subject
matter shown in the color drawing or photograph
must be submitted.

[24 FR 10332, Dec.22, 1959; para. (b), 47FR 41277,
Sept. 17, 1982, effective Oct. 1, 1982; paras, (a) and (b)
amended, 58.FR 38719, July 20, 1993, effective Oct. 1,
1993; para. (b) revised, 65 FR 57024, Sept. 20, 2000,effec
tive Nov. 29, 2000]

§ 1.166 Specimens.

The applicant may be required to furnish specimens
of the plant, or its flower or fruit, in a quantity and at a
time in its stage of growth as maybe designated, for
study and inspection. Such specimens, properly
packed, must be forwarded in conformity with
instructions furnished to the applicant. When it is not
possible to forward such specimens, plants must be
made available for official inspection where grown.

§ 1.167 Examination.

Applicatious may be submitted by the Patent and
Trademark Office to the Department of Agriculture
for study and report.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

REISSUES

§ 1.171 Application for reissne.

An application for reissue must contain the s~me
parts required for an application for an origiual patent,
colllPlying with all the rules relating thereto except as
otherwise. provided, and in addition, must comply
with the requirements of the rules relating to reissue
applications.

[47 FR 41278, sept. 17, 1982, effective Oct. 1,1982;
revised, 54 FR 6893, Feb. 17, 1989, 54FR 9432,March 7,
1989, effectiveApr.H, 1989; 56 FR65142, Dec. 13, 1991,
effective Dec. 16, 1991; revised, 62 FR 53131, OCt. 10,
1997, effective Dec. 1, 1997]

§ 1.172 Applicants, assignees.

(a) A reissue oath must be signed and swont to
or declaration made by the inventor or inventors
except as otherwise provided (see §§ 1.42, 1.43,
1.47), and must beaccompauied by the written con
sent of all assignees, if any, owning an undivided
interest in the patent, but a reissue oath may be made
and sworn to or declaration made by the assignee of
the entire interest if the application d()e~ not seek to
enlarge the scope of the claims of the original patent.
All assignees consenting to the reissue mustestablish
their ownership interest in the patent by filing in the
reissue application a submission in accordance with
the provisions of § 3.73(b) of this chapter.

(b) i\reissue ~ill be g~anted to the original pat
entee, his legal representatives or assigns as the inter
est may appear.:

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; para. (a) revised,
62 FR 53131, Oct. 10, 1997, effectiveDec. 1, 1997]
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§ 1.173 Reissue specification, drawings, and
amendments.

(a) Contentsofa reissue application. An appli
cation for reissue must contain the entire specifica
tion, including the claims, and the drawings of the
patent. No new matter shall be introduced into the
application. No reissue patent shall be granted enlarg
ing the scope of the claims of the original .patent
unless applied for within two years from the grant of
the original patent, pursuant to 35 U.S.C. 251.

(I) Specification, including claims. The
entire specification, including the claims, of the patent
for which reissue is requested must be furnished in the
form of a copy of the printed patent, in double column
format, each page on only one side of a single sheet of
paper. If an amendment of the reissue application is to
be included, it must be made pursuant to paragraph
(b) of this section. The formal requirements for papers
making up the reissue application other than those set
forth in this section are set out in § 1.52. Additionally,
a copy of any disclaimer (§ 1.321), certificate of cor
rection (§§ 1.322 through 1.324), or reexamination
certificate (§ 1.570) issued in the patent must be
included. (See also § 1.178).

(2) Drawings. Applicant must submit a clean
copy of each drawing sheet of the printed patent at the
time the reissue application is filed. If such copy com
plies with § 1.84, no further drawings will be
required. Where a drawing of the reissue application
is to include any changes relative to the patent being
reissued, the changes to the drawing must be made in
accordance with paragraph (b)(3) of this section. The
Office will not transfer the drawings from the patent
file to the reissue application.

(b) Making amendments in a reissue applica
tion. An amendment in a reissue application is made
either by physically incorporating the changes into the
specification when the application is filed, or. by a
separate amendment paper. If amendment is made by
incorporation, markings pursuant to paragraph (d) of
this section must be used. If amendment is made.by an
amendment paper, the paper must direct that specified
changes be made.

(1) Specification other than the claims.
Changes to the specification, other than to the claims,
must be made by submission of the entire text of an
added or rewritten paragraph, including markings pur
suant to paragraph (d) of this section, except that an

entire paragraph may be deleted by a statement delet
ing the paragraph without presentation of the text of
the paragraph. The precise point in the specification
must be identified where any added or rewritten para
graph is located. This paragraph applies whether the
amendment is submitted on paper or compact disc
(see §§ 1.52(e)(I) and 1.821(c), but not for discs sub
mitted under § 1.821(e)).

(2) Claims. An amendment paper must
include the entire text of each claim being changed by
such amendment paper and of each claim being added
by such amendment paper. For any claim changed by
the amendment paper, a parenthetical expression
"amended," "twice amended," etc., should follow the
claim number. Each changed patent claim and each
added claim must include markings pursuant to para
graph (d) of this section, except that a patent claim or
added claim should be canceled by a statement can
celing the claim without presentation of the text of the
claim.

(3) Drawings. Any change to the patent
drawings must be submitted as a sketch on a separate
paper showing the proposed changes in red for
approval by the examiner. Upon approval by the
examiner, new drawings in compliance with § 1.84
including the approved changes must be filed.
Amended figures must be identified as "Amended,"
and any added figure must be identified as "New." In
the event that a figure is canceled, the figure must be
surrounded by brackets and identified as "Canceled."

(c) Status of claims and support for claim
changes. Whenever there is an amendment to the
claims pursuant to paragraph (b) of this section, there
must also. be supplied, on pages separate from the
pages containing the changes, the status (i.e., pending
or canceled), as of the date of the amendment, of all
patent claims and of all added claims, and an explana
tion of the support in the disclosure of the patent for
the changes made to the claims.

(d) Changes shown by markings. Any changes
relative to the patent being reissued which are made to
the specification, including the claims, upon filing, or
by an amendment paper in the reissue application,
must include the following markings:

(I) The matter to be omitted by reissue must
be enclosed in brackets; and

(2) The matter to be added by reissue must be
underlined, except for amendments submitted on
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compact discs(§§ 1.96 and 1.821(c)). Matter added
by reissue on compact discs must be preceded with
"<U>" and end with "<IU>" to properly identify the
material being added.

(e) Numbering of patent claims preserved.
Patent claims may not be renumbered. The numbering
of any claim added in thereissueapplication must fol
low the number of the highest numbered patent claim.

(f) Amendment of disclosure may be required.
The disclosure must be amended, when required by
the Office, to correct inaccuracies of description and
defiuition, and to secure substantial correspondence
between the claims, the remainder of the specifica
tion, and the drawings.

(g) Amendments made relative to the patent. All
amendments must be made relative to the patent spec
ification,including the claims, and drawings, which
are in effect as of the date of filing of the reissue
application.

[Revised, 65 FR 54604, Sept. 8, 2000, effectiveNov.
7,2000]

§ 1.174 [Reserved.]

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; removed and
reserved, 65FR 54604, Sept. 8, 2000,'effective Nov. 7,
2000]

§ 1.175 Reissne oath or declaration.
(a) . The reissue oath or declaration in addition

to complying with the reqnirements of § 1.63; must
also state that:

(1) The applicant believes the original patent
to be wholly or partly inoperative Or invalid by reason
of a defective specification or drawing, or by reason
of the patentee claiming more or less than the patentee
had the right to claim in thepatent, stating at least one
error being relied upon asthe basis for reissue; and

(2) All errots being corrected in the reissue
application up to the tillle of filing of theoath or dec
laration under this paragraph arose without any decep
tive intention on the part of the applicant.

(b)(l) For any error corrected, which is not cov
ered by the oath or declaration submitted under para
graph (a) of this section, applicant must submit a
supplemental oath or declaration stating that every
such error arose without any deceptive intention on

(ii) In order to overcome a rejection under
35 U;S.C. 25Lmade.by the examiner where it is indi
cated that the submission of a supplemental oath or
declaration as required by this paragraph will over
come therejection.

(2) for any error songht to be corrected after
allowance, a supplemental oath or declaration mnst
accompany the requested correction stating that the
error(s) to be corrected arose without any deceptive
intention on the part of the applicant.

(c) Having once stated an error upon which the
reissue is based, as set forth in paragraph (a)(l),
unless all errors previously stated in the oath or decla
ration are no longer being corrected, a subsequent
oath or declaration under paragraph (b) of this section
need not specifically identify any othet error or errors
being corrected.

(d)' The oath or declaration required by para
graph (a) of this section may be submitted under the
provisions of § 1.53(f).

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29,
1964;34 FR 18857, Nov. 26, 1969; para. (a), 47 FR 21752,
May19, 1982, effective July 1,1982; para. (a), 48 FR 2713,
Jan.20, 1983, effectiveFeb. 27, 1983; para. (a)(7), 57 FR
2021, Jan. 17, 1992, effective Mar. 16, 1992; revised,
62 FR 53131,Oct. 10, 1997,effective Dec. 1, 1997]

§ 1.176 Examination of reissue.
(a) A reissue application will be examined in

the same manner as a non-reissue, non-provisional
application, and will be subject to all the requirements
of the rulesrelated to non-reissue applications. Appli
cations for reissue will be acted on by the examiner in
advance of otherapplications,

(b) Restriction between subject matter of the
original patent claims and previously unclaimed sub
ject matter may be required (restriction involving only
subject matter of the original patent claims will not be
required). If restriction is required, the subject matter
of the original patent claims will be held to be con
structively elected unless a disclaimer of all the patent
claims is filed in the reissue application, which dis
claimer cannot be withdrawn by applicant.
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[42 FR 5595, Jan. 28, 1977; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.177 Issuance of multiple reissue patents.

(a) The Office may reissue a patent as multiple
reissue patents. If applicant files more than one appli
cation for the reissue of a single patent, each such
application must contain or be amended to contain in
the first sentence of the specification a notice stating
that more than one reissue application has been filed
and identifying each of the reissue applications by
relationship, application number and filing date. The
Office may correct by certificate of correction under
§ 1.322 any reissue patent resulting from an applica
tion to which this paragraph applies that does not con
tain the required notice.

(b) If applicant files more than one application
for the reissue of a single patent, each claim of the
patent being reissued must be presented in each of the
reissue applications as an amended, unamended, or
canceled (shown in brackets) claim, with each such
claim bearing the same number as in the patent being
reissued. The same claim of the patent being reissued
may not be presented in its original unameuded form
for examination in more than one of such multiple
reissue applications. The numbering of any added
claims in any of the multiple reissue applications must
follow the number of the highest numbered original
patent claim.

(c) If anyone of the several reissue applications
by itself fails to correct an error in the original patent
as required by 35 U.S.C. 251 but is otherwise in con
dition for allowance, the Office may suspend action
in the allowable application until all issues are re
solved as to at least one of the remaining reissue ap
plications. The Office may also merge two or more of
the multiple reissue applications into a single reissue
application. No reissue application containiug only
unamended patent claims and not correcting an error
in the original patent will be passed to issue by itself.

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 54 FR 6893, Feb. 15, 1989, 54 FR 9432,
March 7, 1989, effective Apr. 17, 1989; revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.178 Original patent; continuing duty of appli
cant.

(a) The application for a reissue should be
accompanied by either an offer to surrender the origi
nal patent, or the original patent itself, or if the origi
nal is lost or inaccessible, by a statement to that effect.
The application may be accepted for examination in
the absence of the original patent or the statement, but
one or the other must be supplied before the applica
tion is allowed. If a reissue application is refused, the
original patent, if surrendered, will be returned to
applicant upon request.

(b) In any reissue application before the Office,
the applicant must call to the attention of the Office
any prior or concurrent proceedings in which the
patent (for which reissue is requested) is or was
involved, such as interferences, reissues, reexamina
tions, or litigations and the results of such proceedings
(see also § 1.173(a)(I».

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7,2000]

§ 1.179 Notice of reissue application.

When an application for a reissue is filed, there will
be placed in the file of the original patent a notice stat
ing that an application for reissue has been filed.
When the reissue is granted or the reissue application
is otherwise terminated, the fact will be added to the
notice in the file ofthe original patent.

PETITIONS AND ACTION BY
THE COMMISSIONER

§ 1.181 Petition to the Commissioner.

(a) Petition may be taken to the Commissioner:

(1) From any action or requirement of any
examiner in the ex parte prosecution of an applica
tion, or in ex parte or inter partes prosecution of a
reexamination proceeding which is not subject to
appeal to the Board of Patent Appeals and Interfer
ences or to the court;

(2) In cases in which a statute or the rules
specify that the matter is to be determined directly by
or reviewed by the Commissioner; and
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(3) To invoke the-supervisory authority of the
Commissioner in appropriate circumstances. For peti
tions iu interferences, see§ 1.644.

(b) Any such petition must contain a statement
of the facts involved and the point or points to be
reviewed 'arid' the action requested. Briefs or memo
randa, if any, in support thereof' should accompany or
be embodied in the petition; and where facts are to be
proven, theproofin the form of affidavits ordeclara
tions (and exhibits, if any) must accompany the peti
tion.

(c) When a petition is taken from, an action or
requireil1ent ofan examiner in the ex parte prosecu
tion Ofan application, or inthe ex parte or inter partes
prosec~tion of a reexamination proceeding, it may be
requir~d that there have. been a. proper. request for
reconsideration (§ 1.111) andarepeated action by the
examiner. The examiner may be directed by the Com
missioner to furnish a written statement, within a
specified time, setting forth the reasons for his or her
decision upon the matters averred in the petition, sup
plying a copy to the petitioner.

(d) Where a fee is required for a petition to the
Commissioner the appropriate section of this part will
so indicate. If any required fee does not accompany
the petition, the petitionwill be dismissed,

(e) Oral hearing will not be granted except
whenconsidered necessary by the Commissioner.

(f) The mere filing of a petition will not stay
any period for reply that may be running against the
application, nor act as a stay of other proceedings.
Any petition under this part not filed. within two
months of the mailing date of the action or notice
from which relief is requested may be dismissed as
untimely, except as otherwise provided. This two
month period is not-extendable.

. (g) The Commissionermay delegate to appro
priate Patent andTrademark Office officials the deter
mination of petitions.

[24FR 10332, Dec.n, 1959; 34 FR 18857; Nov. 26,
1969; paras. (d) and. (g), 47 FR 41278, Sept. 17, 1982,
effective Oct. 1, 1982; para. (a), 49.FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (I) revised, 65 FR
546<J4, Sept. 8, 2000, effective Nov. 7, 2000; paras. (a) and
(c) revised, 65FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ '1.182 Questions not specifically provided for.
All situations not specifically provided for in the

regulations of this part will be decided in accordance
with the merits of each situation by or under the
authority of the Commissioner, subject to such other
requirements as may be imposed, and such decision
will be communicated to the interested parties in writ
ing.Any petition seeking a decision under this section
must be accompanied by the petition fee set forth in
§ 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 62 FR 53131, Oct. 10;1997, effective Dec.
1,1997]

§ 1.183 Suspension ofrules.
In an extraordinary situation, when justicerequires,

any requirement of the regulations in this part which
is not a requirement of the statutes may be suspended
or waived by the Commissioner or the Commis
sioner's designee, sua sponte, or on petition of the
interested party, subject to such other requirements as
may be imposed. Any petition under this section must
be. accompanied by the petition fee set forth in
§ 1.17(h).

[47 FR41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.184 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

APPEAL TO THE BOARD OF PATENT
APPEALS AND JNTERFERENCES

§ 1.191 Appeal. to Board of Patent Appeals and
Interferences.

(a) Every applicant for a patent or for reissue of
a patent; and every owner of a patent under ex parte
reexamination filed under § 1.510 for a patent that
issued from an original application filed in.the United
States before November 29, 1999, any of whose
claims has been twice or finally (§ 1.113) rejected,
may appeal from the decision of the examiner to the
Board of Patent Appeals and Interferences by filing a
notice of appeal and the fee set forth in § 1.17(b)
within the time period provided under §§ 1.134 and
1.136 for-reply. Notwithstanding the above, for an ex
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parte reexamination proceeding filed under § 1.510
for a patent that issued from an original application
filed in the United States on or after November 29,
1999, no appeal may be filed until the claims have
been finally rejected (§ 1.113). Appeals to the Board
of Patent Appeals and Interferences in inter partes
reexamination proceedings filed under § 1.913 are
controlled by §§ 1.959 through 1.981. Sections 1.191
through 1.198 are not applicable to appeals in inter
partes reexamination proceedings filed under § 1.913.

(b) The signature requirement of § 1.33 does
not apply to a notice of appeal filed under this section.

(c) An appeal when taken must be taken from
the rejection of all claims under rejection whichthe
applicant or patent owner proposes to contest. Ques
tions relating to matters not affecting the merits of the
invention may be required to be settled before an
appeal can be considered.

(d) The time periods set forth in §§ 1.191 and
1.192 are subject to the provisions of § 1.136 for
patent applications and § 1.550(c) for reexamination
proceedings. The time periods set forth in §§ 1.193,
1.194, 1.196 and 1.197 are subject to the provisions of
§ 1.136(b) for patent applications or § 1.550(c) for
reexamination proceedings. See § 1.304(a) for exten
sions of time for· filing a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit or for com
mencing a civil action.

(e). Jurisdiction over the application or patent
under reexamination passes to the Board of Patent
Appeals and Interferences upon transmittal of the file,
iricluding all briefs and examiner's answers, to the
Board. Prior to the entry of a decision on the appeal,
the Commissioner may sua sponte order the applica
tion remanded to the examiner.

[46 FR 29183, May 29, 1981; para. (a), 47 FR 41278,
Sept. 17, 1982,effectiveOct. 1, 1982; para. (d), 49 FR 555,
Jan. 4, 1984,effectiveApr. 1, 1984; 49 FR 48416,Dec. 12,
1984, effectiveFeb. 11, 1985; paras. (b) and (d) amended,
para. (e) added, 54 FR 29553, July 13, 1989,effectiveAug.
20, 1989; para. (d) revised, 58 FR 54504, Oct. 22, 1993,
effective Jan. 3, 1994; paras. (a) and (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)
revised,65 FR 76756,Dec. 7, 2000,effectiveFeb. 5, 2001]

§ 1.192 Appellant's brief.
(a) Appellant must, witllln two months from the

date of the notice of appeal under § 1.191 or within

the time allowed for reply to the action from which
the appeal was taken, if such time is later, file a brief
in triplicate. The brief must be accompanied by the
fee set forth in § 1.17(c) and must set forth the author
ities and arguments on which appellant will rely to
maintain the appeal. Any arguments or authorities not
included in the brief will be refused consideration by
the Board of Patent Appeals and Interferences, unless
good cause is shown.

(b) On failure to file the brief, accompanied by
the requisite fee, within the time allowed, the appeal
shall stand dismissed.

(c) The brief shall contain the following items
under appropriateheadings and in the order indicated
below unless the brief is filed by an applicant who is
not represented by a registered practitioner:

(l) Real party in interest. A statement identi
fying the real party in interest, if the party named in
the caption of the brief is not the real party in interest.

(2) Related appeals and interferences. A
statement identifying by number and filing date all
other appeals or interferences known to appellant, the
appellant's legal representative, or assignee which
will directly affect or be directly affected by or have a
bearing on the Board's decision in the pending appeal.

(3) Status ofclaims. A statement of the status
of all the claims, pending or cancelled, and identify
ing the claims appealed.

(4) Status of amendments. A statement of the
status of any amendment filed subsequent to final
rejection.

(5) Summary of invention. A concise expla
nation of the invention defined in the claims involved
in the appeal, which shall refer to the specification by
page and line number, and to the drawing, if any, by
reference characters.

(6) Issues. A concise statement of the issues
presented for review.

(7) Grouping of claims. For each ground of
rejection which appellant contests and which applies
to a group of two or more claims, the Board shall
select a single claim from the group and shall decide
the appeal as to the ground of rejection on the basis of
that claim alone unless a statement is included that the
claims of the group do not stand or fall together and,
in the argument under paragraph (c)(8) of this section,
appellant explains why the claims of the group are
believed to be separately patentable. Merely pointing
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out differences in what the claims cover is notan
argument as to why the claims are separately patent
able.

(8) Argument. The contelltions of appellant
with respect to each of the issues presellted for review
in paragraph (c)(6) of this section, and the basis there
for, with citations ?f the authorities, statutes, and parts
of the record relied on. Each issue should be treated
under a separate heading.

(i) For each rejection under 35 U.S.C:.
112, first paragraph, the argument shall specify the
errors in the rejection and how the first paragraph of
35V.S.C.1I2 is complied with, inclllding, asappro
priate, how the specification anddrawings, if any,

(A). Describe the subject matter defined
by each of the rejected claims,

(B) Enable any person .skilled in the .art
to make and use.the subject matter defined by each of
the rejected claims, and

(C) . Set forth the best mode icontem
plated by the inventor of carrying out his or her inven
tion.

(ii) For each rejection under 35 U.S.C.
1I2,second paragraph, the argument shall specify the
errors ill the rejection and how the claims particularly
point out and distinctly claim the subject matter which
applicant regards as the invention:

(iii) For each rejection under 35 U.S.c.
102, the argument shall specify the errors in the rejec
tion and why the rejected claims are patentable under
35 U.S.C. 102, including an)' specific limitations in
the rejected claims which are not described in the
prior art relied upon in the rejection.

(iv) For each rejection under 35 U.S.C.
103, the argument shall specify the errors in the rejec
tionand, ifappropriate, the specific limitations in the
rejected claims which are not described in the prior art
relied on in the rejection, and shall explain how such
limitations render the claimed subject matterunobvi
ous over the prior art. If the rejection is based upon a
combination of references, the argument shall explain
why the references, taken as a whole, do not suggest
the claimed subject matter, arid shall include.asmay
be appropriate, an explanation of why features dis"
closedih one reference may not properly be combined
with features disclosed in another reference. A gen
eral argument that all the limitations are riot described

in a single reference does not satisfy therequirements
of this paragraph.

(v) For •any rejectioriother than those
referred to in paragraphs (c)(8)(i) to (iv) of this sec"
tion, the argument shall specify the errors in the rejec
tionand the specific limitations in the rejected claims,
ifappropriate, or other reasons, which cause the rejec
tion to bein error.

(9) Appel1dix. An appendix containing a copy
of the claims involved in the appeal.

(d) If a brief is filed which does not comply
with all the requirements of paragraph (c) of this sec'
tion, appellaht will be notified of the reasons for non
compliance and provided with a period ofone month
within which to file an amended brief. If appellant
does not file an amended brief during the one-month
period.or files an amended brief which does not over
come all the reasons for non-compliance stated in the
notification, the appeal will stand dismissed.

[36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278,
Sept. 17,1982,effective Oct. 1, 1982; para. (a),49 FR 556,
Jan.4, 1984, effective AprL 1984; 53 FR 23734, June23,
1988, effective Sept. 12, 1988; para. (a), (c), and (d)
revised, 58 FR 54504,Oct. 22, 1993, effective Jan.3, 1994;
paras. (a)-(c)revised,60FR 14488,Mar17,1995, effective
Apr. 21, 1995; para. (a) revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

§ 1.193 Examlner/s answer an~ reply brief.
(a)(I)The primaryexap:tiner. may, within such

time as may be directed by the Commissioner, furnish
a 'frittenstatement in answer to appellant's brief
including such explanation of the invention claimed
and of the references and grounds of rejection as may
be necessary, supplying a copy to appellant. If the pri
mary examiner. finds that the appeal is not regular in
form or does not relate to an appealable action.vthe
primary examiner shall so state.

(2) An examiner's answer must not include a
new ground of rejection, but if an amendment under
§ Ll leiproposes toadd or amend one or more claims
andappellant was advised that the amendment under
§ 1.116 would be entered for purposes of appeal and
which individual rejection(s) set forth in the action
from which the appeal was taken would be used to
reject the added or amended claimis), then the appeal
brief must address the rejectionis) of the claim(s)
added or amended bythe amendment under § 1.116 as
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appellant was so advised and the examiner's answer
may include the rejection(s) of the claim(s) added or
amended by the amendment under § 1.116 as appel
lant was so advised. The filing of an amendment
under § 1.116 which is entered for purposes of appeal
represents appellant's consent that when so advised
any appeal proceed on those claim(s) added or
amended by the amendment under § 1.116 subject to
any rejection set forth in the action from which the
appeal was taken.

(b)(1) Appellant may file a reply brief to an exam
iner's answer or a supplemental examiner's answer
within two months from the date of such examiner's
answer or supplemental examiner's answer. See §
1.I36(b) for extensions of time for filing a reply brief
in a patent application' and § 1.550(c) for extensions
of time for filing a reply brief in a reexamination pro
ceeding. The primary examiner must either acknowl
edge receipt and entry of the reply brief or withdraw
the final rejection and reopen prosecution to respond
to the reply brief. A supplemental examiner's answer
is not permitted, unless the application has been
remanded by the Board of Patent Appeals and Inter
ferences for such purpose.

(2) Where prosecution is reopened by the pri
mary examiner after an appeal or reply brief has been
filed, appellant must exercise one of the following
two options to avoid abandonment of the application:

(i) File a reply under § 1.111, if the Office
action is not final, or a reply under § 1.113, if the
Office action is final; or

(ii) Request reinstatement of the appeal. If
reinstatement of the appeal is requested, such request
must be accompanied by a supplemental appeal brief,
but no new amendments, affidavits (§§ 1.130, 1.131
or 1.132) or other evidence are permitted.

[24 FR 10332, Dec. 22, 1959;34 FR 18858, Nov.26,
1969; para. (c), 47 FR 21752,May 19, 1982,added effec
tive July I, 1982; para. (b), 50 FR 9382, Mar. 7, 1985,
effective May 8, 1985; 53 FR 23735, June 23, 1988,effec
tive Sept. 12, 1988; para. (c) deleted, 57 FR 2021, Jao. 17,
1992, effective Mar. 16, 1992; para. (b) revised, 58 FR
54504, Oct.22, 1993, effective Jao. 3, 1994; revised, 62 FR
53131, Oct. 10, 1997, effective Dec. I, 1997; para. (b)(I)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

§ 1.194 Oral hearing.

(a) An oral hearing should be requested only in
those circumstances in which appellant considers such
a hearing necessary or desirable for a proper presenta
tion of the appeal. An appeal decided without an oral
hearing will receive the same consideration by the
Board of Patent Appeals and Interferences as appeals
decided after oral hearing.

(b) If appellant desires an oral hearing, appel
lant must file, in a separate paper, a written request for
such hearing accompanied by the fee set forth in
§ 1.I7(d) within two months from the date of the
examiner's answer. If appellant requests an oral hear
ing and submits therewith the fee set forth in
§ 1.I7(d), an oral argument may be presented by, or
on behalf of, the primary examiner if considered
desirable by either the primary examiner or the Board.
See § 1.136(b) for extensions of time for requesting
an oral hearing in a patent application and § 1.550(c)
for extensions of time for requesting an oral hearing
in a reexamination proceeding.

(c) If no request and fee for oral hearing have
been timely filed by appellant, the appeal will be
assigned for consideration and decision. If appellant
has requested an oral hearing and has submitted the
fee set forth in § 1.17(d), a day of hearing will be set,
and due notice thereof given to appellant and to the
primary examiner. A hearing will be held as stated in
the notice, and oral argument will be limited to twenty
minutes for appellant and fifteen minutes for the pri
mary examiner unless otherwise ordered before the
hearing begins. If the Board decides that a hearing is
not necessary, the Board will so notify appellant.

[42 FR 5595, Jao. 28, 1977; paras. (b) & (c), 47 FR
41278, Sept. 17, 1982, effective Oct. I, 1982; para. (a),
49 FR 48416,Dec. 12, 1984, effective Feb. 11, 1985; para.
(b) revised53 FR 23735, June 23,1988, effectiveSept. 12,
1988; para. (b) revised, 58 FR 54504,Oct. 22, 1993,effec
tive Jan. 3, 1994; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. I, 1997]

§ 1.195 Affidavits or declarations after appeal.
Affidavits, declarations, or exhibits submitted after

the case has been appealed will not be admitted with
out a showing of good and sufficient reasons why they
were not earlier presented.

[34 FR 18858, Nov. 26, 1969]
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§ 1.196 Decision by the Board of Patent Appeals
and Interferences.

(a) The Board of Patent Appeals and Interfer
ences, in its decision, may affirm or reverse the deci
sion of the examiner in whole or in part on the
gronnds and on the claims specified by the examiner
or remand the application to the examiner for further
consideration. The affirmance of the rejection of a
claim on any of the grounds specified constitutes a
general affirmance of the decision of the examiner on
that claim, except as to any ground. specifically
reversed.

(b) Should the Board of Patent Appeals and
Interferences have knowledge Of any grounds not
involved in the appeal for rejecting any pending
claim, it may include in the decision a statement to
that effect with its reasons for so holding, which state
ment constitutes a new ground of rejection of the
claim. A new ground of rejection shall not be consid
ered final for purposes of judicial review. When the
Board of Patent Appeals and Interferences makes a
new ground of rejection, the appellant, within two
months from. the date of the decision, must exercise
one of the following two options with respect to the
new ground of rejection to avoid termination of pro
ceedings(§ 1.197(c» as to the rejected claims:

(1) Submit an appropriate amendment of the
claims so rejected or a showing of facts relating to the
claims so rejected, or both, and have the matter recon
sidered by the examiner, in which event the applica
tionwill be remanded to the examiner. The new
ground of rejection is binding upon the examiner
unless an amendment or showing of facts not previ
ously of record be made which, in the opinion of the
examiner, overcomes the new ground of rejection
stated in the decision -. Should the examiner reject the
claims, appellant . may again appeal pursuant to
§§1.19lthrough 1.195 to the Board of Patent
Appeals and Interferences.

(2) Request that the application be reheard
under § 1.197(b) by the Board of Patent Appeals and
Interferences upon the samerecord. The request for
rehearing must address the new ground ofrejection
and state with particularity the points believed to have
been misapprehended or overlooked in rendering the
decision and also state all other grounds upon which
rehearing is sought. Where request for such rehearing
is made, the Board of Patent Appeals and Interfer-

August2001

ences shall rehear the new ground of rejection and, if
necessary, render a new decision which shall include
all grounds of rejection upon which a patent is
refused. The decision on rehearing is deemed to incor
porate the earlier decision for purposes of appeal,
except for those portions specifically withdrawn on
rehearing, and is final for the purpose of judicial
review, except when noted otherwise in the decision.

(c) Should the decision of the Board of Patent
Appeals and Interferences include an explicit state
ment that a claim may be allowed in amended form,
appellant shall have the right to amend in conformity
with SUCh. statement which shall be binding on the
examiner in the absence of new references or grounds
of rejection.

(d) The Board of Patent Appeals and Interfer
ences may require appellant to address any matter that
is deemed appropriate for a reasoned decision on the
pending appeal. Appellant will be given a non-extend
able time period within which to respond to such a
requirement.

(e) Whenever a decision of the Board of Patent
Appeals and Interferences includes or allows a
remand, that decision shall not be considered afinal
decision. When appropriate, upon conclusion of pro
ceedings on remand before the examiner, the Board of
Patent Appeals and Interferences may enter an order
otherwise making its decision final.

(f) See § 1.136(b) for extensions oftime to take
action under this section in a patent application and
§ 1.550(c) for extensions of time in a reexamination
proceeding.

[24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29,
1981; 49 FR 48416, Dec. 12,1984, effective Feb. 12, 1985;
para. (b) revised, 53 FR 23735, June 23, 1988, effective
Sept. 12, 1988; paras. (a), (b) & (d) amended, paras. (e)
& (f) added, 54 FR29552,Ju1y 13,1989, effective Aug. 20,
1989; para. (f) revised, 58 FR 54504, Oct. 22, 1993, effec
tive Jan. 3, 1994; paras. (b) & (d) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.197 Action folloWing decision.

(a) After decision by the Board of Patent
Appeals and Interferences, the application will be
returned to the examiner, subject to appellant's right
of appeal or other review, for such further action by
appellant or by the examiner, as the condition of the
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application may require, to carry into effect the deci
sion.

(b) Appellant may file a single request for
rehearing within two months from the date of the
original decision, unless the original decision is so
modified by the decision on rehearing as to become,
in effect, a new decision, and the Board of Patent
Appeals and Interferences so states. The request for
rehearing must state with particularity the points
believed to have been misapprehended or overlooked
in rendering the decision and also state all other
grounds upon which rehearing is sought. See
§ 1.136(b) for extensions of time for seeking rehear
ing in a patent application and § 1.550(c) for exten
sions of time for seeking rehearing in a reexamination
proceeding.

(c) Termination of proceedings. Proceedings
are considered terminated by the dismissal of an
appeal or the failure to timely file an appeal to the
couitor a civil action (§ 1.304) except: (1) Where
claims stand allowed in an application or (2) Where
the nature of the decision requires further action by
the examiner. The date of termination of proceedings
is the date on which the appeal is dismissed or the
date on which the time for appeal to the court or
review by civil action (§ 1.304) expires. If an appeal
to the court or a civil action has been filed, proceed
ings are considered terminated when the appeal or
civil action is terminated. An appeal to the U.S. Court
of Appeals for the Federal Circuit is terminated when
the mandate is received by the Office. A civil action is
terminated when the time to appeal the judgment
expires.

[46 FR 29184, May 29, 1981; para. (a), 47 FR 41278,
Sept. 17, 1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4,
1984, effective Apr. 1, 1984; paras. (a) and (b), 49 FR
48416, Dec.. 12, 1984, effective Feb. 11, 1985; paras. (b)
and (c), 54 FR 29552, July 13, 1989, effective Aug. 20,
1989; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effec
tive Jan. 3, 1994; paras. (a) & (b) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.198 Reopening after decision.
Cases which have been decided by the Board of

Patent Appeals and Interferences will not be reopened
or reconsidered by the primary examiner except under
the provisions of § 1.114 or § 1.196 without the writ
ten authority of the Commissioner, and then only for

the consideration of matters not already adjudicated,
sufficient cause being shown.

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11,
1985; revised, 65 FR 14865, Mar. 20, 2000, effective May
29, 2000(adopted as final, 65 FR 50092, Aug. 16,2000)]

PUBLICATION OF APPLICATIONS

§ 1.211 Publication of applications.
(a) Each U.S. national application for patent

filed in the Office under 35 U.S.c. 111(a) and
each international application in compliance with
35 U.S.C. 371 will be published promptly after the
expiration of a period of eighteen months from the
earliest filing date for which a benefit is sought under
title 35, United States Code, unless:

(1) The application is recognized by the
Office as no longer pending;

(2) The application is. national security clas
sified (see § 5.2(c», subject to a secrecy order under
35 U.S.C.181, or under national security review;

(3) The application has issued as a patent in
sufficient time to be removed from the publication
process; or

(4) The application was filed with a nonpub
lication request in compliance with § 1.213(a).

(b) Provisional applications under 35 U.S.c.
l11(b) shall not be published, and design applications
under 35 U.S.c. chapter 16 and reissue applications
under 35 U.S.C. chapter 25 shall not be published
under this section.

(c) An application filed under 35U.S.C. l11(a)
will not be published until it includes the basic filing
fee (§ 1.16(a) or 1.16(g», any English translation
required by § 1.52(d), and an executed oath or decla
ration under § 1.63. The Office may delay publishing
any application until it includes a specification having
papers in compliance with § 1.52 and an abstract
(§ 1.72(b», drawings in compliance with § 1.84, and
a sequence listing in compliance with §§ 1.821
through 1.825 (if applicable), and until any petition
under § 1.47 is granted.

(d) The Office may refuse to publish an appli
cation, or to include a portion of an application in the
patent application publication (§ 1.215), if publication
of the application or portion thereof would violate
Federal or state law, or if the application or portion
thereof contains offensive or disparaging material.

---_._--_.------
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§ 1.213 MANUAL OF PATENT EXAMINING PROCEDURE

(e) The publication fee set forth in § U8(d)
must be paid in each application published under this
section before the patent will be granted. If an appli
cation is subject to publication under this section, the
sum specified in the notice of allowance under § .1.311
will also include the publication fee which must be
paid within three months from the date of mailing of
the notice of allowance to avoid abandonment of the
application. This three-month period is Hot extend
able. If the application is not published under this sec
tion, the publication fee (if paid) will berefunded.

[Added, 65 FR 57024, Sept. 20, 2000, .effective Nov.
29,2000]

§ 1.213 Nonpublication request.
(a) If the invention disclosed in an application

has not been and will not be the subject of an applica
tion filed in another country, or under a multilateral
international agreement, that requires publication of
applications eighteen months after filing, the applica
tion will not be published undet35U.S.C. 122(b) and
§ 1.211 provided:

(1) A request (nonpublication request) is sub"
mitted with the application upon filing;

(2) The request states in a conspicuous man
ner that the application is not to be published under
35 U.S.C. 122(b);

(3) The request contains a certification that
the invention disclosed in the application has hot been
and will not be the 'subject of an application filed in
another country, or under a multilateral international
agreement, that requires publication at eighteen
months after filing; and

(4) The request is signed in compliance with
§ 1.33(b).

(b) The applicant may rescind a nonpublication
requestat any time. A request to rescind a nonpublica
tionrequest uuder paragraph (a) ofthis section must:

(1) Identify the application to which it is
directed;

(2) State in a conspicuous manner that the
request that the application is not to be published
uuder 35 U.S,C. l22(b) is rescinded; and

(3) Be signed in compliancewith § 1.33(b).
(c) If an applicant who has submitted a nonpub

lication request under paragraph (a) of this section
subsequently files an application directed to the
invention disclosed in the application in which the

August 2001

nonpublication request was submitted m another
country, or under a multilateral international agree
ment, that requires publication of applications eigh
teen months after filing, the applicant must notify the
Office of such filing within forty-five days after the
date of the filing of such foreign or international
application. The failure to timely notify the Office of
the filing of such foreign or international application
shall result in abandonment of the application in
which thenonpublication request was submitted
(35 U.S.C. l22(b)(2)(B)(iii».

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]

§ 1.215. Patent application publication.
(a) The publication of an application under

35 U.S.c. 122(b) shall include a patent application
publication. The date of publication shall be indicated
on the patent application publication. The patent
application publication will be based upon the appli
cation papers deposited on the filing date of the appli
cation, as well as the executed oath or declaration
submitted to complete the application, and any appli
cation papers or drawings submitted in reply to a pre
examination notice requiring a title and abstract in
compliance with § 1.72, application papers in compli
ance with § 1.52, drawings in compliance with § 1.84,
or a sequence listing in compliance with §§ 1.821
through 1.825, except as otherwise provided in this
section. The patent application publication will not
include any amendments, including preliminary
amendments, unless applicant supplies a copy of the
application containing the amendment pursuant to
paragraph (c) of this section.

(b) If applicant wants the patent application
publication to include assignee information, the appli
cant must include the assignee information on the
application transmittal sheet or the application data
sheet (§ 1.76). Assignee information may not be
included on the patent application publication unless
this information is provided on the application trans
mittal sheet or application data sheet included with
the application on filing. Providing this information
on the application transmittal sheet or the application
data sheet does not substitute for compliance with any
requirement of part 3 of this chapter to have an
assignment recorded by the Office.
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(c) At applicant's option, the patent application
publication will be based upon the copy of the appli
cation (specification, drawings, and oath. or declara
tion) as amended during examination, provided that
applicant supplies such a copy in compliance with the
Office electronic filing system requirements within
one month of the actual filing date of the application
or fourteen months of the earliest filing date for which
a benefit is sought under title 35, United States Code,
whichever is later.

(d) If the copy of the application submitted pur"
suant to paragraph (c) of this section does not comply
with the Office electronic filing system requirements,
the Office will publish the application as provided in
paragraph (a) of this section. If, however, the Office
has not started the publication process, the Office may
use an untimely filed copy of the application supplied
by the applicant under paragraph (c) of this section in
creating the patent application publication.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]

§ 1.217 Publication or a redacted copy of an
application.

(a) If an applicant has filed applications in one
or more foreign countries, directly or through amulti
lateral international agreement, and suchforeign-filed
applications or the description of the invention in such
foreign-filed applications is less extensive than the
application or description of the invention in the
application filed in the Office, the applicant may sub
mit a redacted copy of the application filed in the
Office for publication, eliminating any part or
description of the invention that is not also contained
in any of the corresponding applications filed in a for
eign country. The Office will publish the application
as provided in § 1.215(a) unless the applicant files a
redacted copy of the application in compliance with
this section within sixteen months after the earliest fib
ing date for which a benefit is sought under title
35, United States Code.

(b) The redacted copy of. the application must
be submitted in compliance with the Office electronic
filing system requirements-: The title of the invention
in the redacted copy of the application must corre
spond to the title of the application. at the time the
redacted copy of the application is submitted to the
Office. If the redacted copy of the application does

not comply with the Office electronic filing system
requirements, the Office will publish the application
as providedin§ 1.215(a).

(c) The applicant must also concurrently submit
in paper (§ 1.52(a» to be filed in the application:

(I) A certified copy of each foreign-filed
application that corresponds to the application for
which a redacted copy is submitted;

(2) A translation of each such foreign-filed
application that isin a language other than English,
and a statementthat the translation is accurate;

(3) A marked-up copy of the application
showing the redactions in brackets; and

(4) A certification that the redacted copy of
the application eliminates only the part or description
of the invention that is not contained in any applica
tion filed in a foreign country, directly or through a
multilateral international agreement, that corresponds
to the application filed in the Office.

(d) The Office will provide a copy of the com
plete file wrapper and contents of an application for
which a redacted copy was submitted under this sec
tion to any person upon written request pursuant to §
1.14(c)(2), unless applicant complies with the require
ments of paragraphs (d)(I), (d)(2), and (d)(3) of this
section.

(I) Applicant must accompany the submis
sion required by paragraph (c) of this section with the
following:

(i) A copy of any Office correspondence
previously received by applicant including any
desired redactions, and a second copy of an Office
correspondence previously received by applicant
showing the redacted material in brackets; and

(ii) A copy of each submission previously
filed by the applicant including any desired redac
tions, and a second copy of each submission previ
ously filed by the applicant showing the redacted
material in brackets.

(2) In addition to providing the submission
required by paragraphs (c) and (d)(I) of this section,
applicant must:

(i) Within one month of the date of mail
ing of any correspondence from the Office, file a copy
of such Office correspondence includiug any desired
redactions, and a second copy of such Office corre
spondence showing the redacted material in brackets;
and
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(ii) With each submission by the applicant,
include a copy of such submission including any
desired redactions, and a second copy ofsuch submis
sion showing the redacted material in brackets.

(3) Each submission under paragraph (di(l)
or (d)(2) of this paragraph must also be accompanied
by the processing fee set forth in § 1.17(i) and a certi
fication that the redactions are limited to the elimina
tion of material that is relevant only to the part or
description of the invention that was not contained in
the redacted copy of the application submitted for
publication.

(e) The provisions of § 1.8 do not apply to the
time periods set forth in this section.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]

§ 1.219 Early publicatlon,

Applications that will be published under§ 1.211
may be published earlier than as set forth in §
1.21l(a) atthe request of the applicant. Any request
for early publication must be accompanied by the
publication fee set forth in § 1.18(d). Ifthe applicant
does not submita copy of the applicationin compli
ance with the Office electronic filing system require
ments pursuant to § 1.215(c), the Office will publish
the application as provided in § 1.215(a). No consid
eration will be given to requests for publication on a
certain date, and such requests will be treated as a
request for publication as soon as possible.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]

§ 1.221 Voluntary publication or republication of
patent application publication.

(a) Any request for pnblication of a~ applica
tion filed before, but pending on, November 29, 2000,
and .any request for republication of an application
previously published under § 1.211: must include a
copy of the application in compliance with the Office
electronic filing systemrequirements and be accom
panied by the publication fee set forth in §T.18(d) and
the processing fee set forth ill § 1.17(i). If therequest
does not comply with the requirements of this para
graph Or the copy of the application does notcomply
with the Office electronic filing system requirements,

the Office will not publish the application and will
refund the publication fee.

(b) The Office will grant a request for a cor
rectedor revised patent application publication other
than as provided in paragraph(a) of this section only
when the Office makes a material mistake which is
apparent from Office records. Any request for a cor
rected or revised patent application publication other
than as provided in paragraph (a) of this section must
be filed within two months from the date of the patent
application publication. This period is not extendable.

[Added, 65 FR 57024, Sept. 20, 2000, effectiveNov.
29,2000]

MISCELLANEOUS PROVISIONS

§ 1.248 Service of papers; manner of service;
proof of service in cases other than inter
ferences.

(a) Service of papers must be on the attorney or
agent of the party if there be such or on the party if
thereis no attorney or agent, and may be made in any
of the following ways:

(1) By delivering a copy of the paper to the
personserved;

(2) .By leaving a copy at the usual. place of
business of the person served with someone in his
employment;

(3) When the person served has no usual
place of business, by leaving a copy at the person's
residence, with some person of suitable age and dis
cretion who resides there;

(4) Transmission by first class mail. When
service is by mail the date of mailing willbe regarded
as the date of service;

(5) Whenever it shall be satisfactorily shown
to the Commissioner that none of the 'above modes of
obtaining or serving the paper is practicable, service
may be by notice published in the Official Gazette.

(b) Papers filed in the Patent and Trademark
Office which are required to be served shall contain
proof of service, Proof of service may appear Oil or be
affixed to papers filed. Proof of service shall include
the date and manner of service. In the case of personal
service, proof of service shallalso include the name of
any person served, certified by the person who made
service, Proof of service may be made by:
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(1) An acknowledgement of service by or on
behalf of the person served or

(2) A statement signed by the attorney or
agent containing the information required by this sec
tion.

(c) See § 1.646 for service of papers in interfer
ences.

[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

§ 1.251 Unlocatable file.
(a) In the event that the Office cannot locate the

file of an application, patent, or other patent-related
proceeding after a reasonable search, the Office will
notify the applicant or patentee and set a time period
within which the applicant or patentee must comply
with the notice in accordance with one of paragraphs
(a)(l), (a)(2), or (a)(3) of this section.

(1) Applicant or patentee may comply with a
notice under this section by providing:

(i) A copy of the applicant's or patentee's
record (if any) of all of the correspondence between
the Office and the applicant or patentee for such appli
cation, patent, or other proceeding (except for U.S.
patent documents);

(ii) A list of such correspondence; and
(iii) A statement that the copy is a complete

and accurate copy of the applicant's orpatentee's
record of all of the correspondence between the Office
and the applicant or patentee for such application,
patent, or other proceeding (except for U.S. patent
documents), and whether applicant or patentee is
aware of any correspondence between the Office and
the applicant or patentee for such application, patent,
or other proceeding that is not among applicant's or
patentee's records.

(2) Applicant or patentee may comply with a
notice under this section by:

(i) Producing the applicant's or patentee's
record (if any) of all of the correspondence between
the Office and the applicant or patentee for such appli
cation, patent, or other proceeding for the Office to
copy (except for U.S. patent documents); and

(ii) Providing a statement that the papers
produced by applicant or patentee are applicant's or
patentee's complete record of all of the correspon
dence between the Office and the applicant or paten
tee for such application, patent, or other proceeding

(except for U.S. patent documents), and whether
applicant or patentee is aware of any correspondence
between the Office and the applicant or patentee for
such application, patent, or other proceeding that is
not among applicant's or patentee's records.

(3) If applicant or patentee does not possess
any record of the correspondence between the Office
and the applicant or patentee for such application,
patent, or other proceeding, applicant or patentee must
comply with a notice under this section by providing a
statement that applicant or patentee does not possess
any record of the correspondence between the Office
and the applicant or patentee for such application,
patent, or other proceeding.

(b) With regard to a pending application, failure
to comply with one of paragraphs (a)(I), (a)(2), or
(a)(3) of this section within the time period set in the
notice will result in abandonment of the application.

[Added, 65 FR 69446, Nov. 17, 2000, effective Nov.
17,2000]

PROTESTS AND PUBLIC USE
PROCEEDINGS

§ 1.291 Protests by the public against pending
applications.

(a) Protests by a member of the public against
pending applications will be referred to the examiner
having charge of the subject matter involved. A pro
test specifically identifying the application to which
the protest is directed will be entered in the applica
tion file if:

(1) The protest is submitted prior to the date
the application was published or the mailing of a
notice of allowance under § 1.311, whichever occurs
first; and

(2) The protest is either served upon the
applicant in accordance with § 1.248, or filed with the
Office in duplicate in the event service is not possible.

(b) Protests raising fraud or other inequitable
conduct issues will be entered in the application file,
generally without comment on those issues. Protests
which do not adequately identify a pending patent
application will be returned to the protestor and will
not be further considered by the Office. A protest sub
mitted in accordance with the second sentence of
paragraph (a) of this section will be considered by the
Office if the application is still pending when the pro-
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test and application file are brought before the exam
iner and it includes:

(1) A listing of the patents, publications, or
other information relied upon;

(2) A concise explanation of the relevance of
each listed item;

(3) A copy of each listed patent or publica
tion or other item of information in written form or at
leastthe pertinent portions thereof; and

(4) An English language translation of all the
necessary and pertinent parts of any non-English lan
guage patent, publication, or other item of iufornta
tion in written form relied upon.

(c) A member of the public filing a protest in an
application under paragraph (a) of this section will not
receive any communications from the Office relating
to the protest, other than the return of a self-addressed
postcard which the member of the public may include
with the protest in order to receive anacknowledg
ment by the Office that the protest has been received.
In the absence of a request by the Office, an applicant
has no duty to, and need not, reply to a protest. The
limited involvement of the member of the public fil
ing a protest pursuant to paragraph (a) of this section
ends with the filing of the protest,and no further sub
mission on behalf of the protestor will be considered,
except for additional prior art, or unless such submis
sion raises new issues which could not have been ear
lier presented.

[47 FR 21752, May 19, 1982, effectiveJuly 1,1982:
paras. (a) and (c), 57FR 2021, Jan. 17, 1992,effectiveMar.
16,1992: paras. (a) and (b) revised, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996: para. (c) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)(1)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29,
2000]

§ 1.292 Public use proceedings.

(a) When a petition for the institution of public
use proceedings, supported by affidavits or declara
tions is found, on reference to the examiner, to make
a prima facie showing that the invention claimed. in
an application believed to be on file had been in pub
lic use or on sale more than one year before the
filing of the application, a hearing may be had before
the Commissioner to determine whether a public use
proceeding should be instituted. If instituted, the
Commissioner may designate an appropriate official

to conduct the public use proceeding, including the
setting of times for taking testimony, which shall be
taken as provided by §§ 1.671 through 1.685. The
petitioner will be heard in the proceedings but after
decision therein will not be heard further in the prose
cution of the application for patent.

(b) The petition and accompanying papers, or a
notice that such a petition has been filed, shall be
entered in the application file if:

(1) The petition is accompanied by the fee set
forth in § 1.17(j);

(2) The petition is served on the applicantin
accordance with § 1.248, or filed with. the Office in
duplicate in the event service is not possible; and

(3) The petition is submitted prior to the date
the application was published or the mailing of a
noticeof allowance under § 1.311, whichever occurs
first.

(c) A petition for institution of public use pro
ceedings Shall not be filed by a party to an interfer
ence as to an application involved in the interference.
Public use and on sale issues in an interference shall
be raised bya preliminary motion under § 1.633(a).

[42 FR5595, Jan. 28, 1977; para. (a), 47 FR 41279,
Sept. 17, 1982; paras. (a) and (c), 49 FR 48416, Dec. 12,
1984, effective Feb. 12, 1985; paras. (a) and (b) revised,
61 FR 42790,Ang. 19, 1996,effective Sept. 23, 1996;para.
(b)(3) revised, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]

§ ·1.293 Statutory invention registration.
(a) An applicant for an original patent may

request, at any time during the pendency of appli
cant's pending complete application, that the specifi
cation and drawings be published as a statutory
invention registration. Any such request must be
signed by (l jthe applicant and any assignee of record
or (2) an attorney or agent of record in the application.

(b) Any request for publication of a statutory
invention registration must include the following
parts:

(1) A waiver of the applicant's right to
receive a patent on the invention claimed effective
upon the date of publication of the statutory.invention
registration;

(2) The required fee for filing a request for
publication of a statutory invention registration as
provided forin § 1.17(n) or (0);
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(3) A statement that, in the opinion of the
requester, the application to which the request is
directed meets the requirements of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the
requester, the application to which the request is
directed complies with the formal requirements of this
part for printing as a patent.

(c) A waiverfiled with a request for a statutory
invention registration will be effective, upon publica
tion of the statutory invention registration, to waive
the inventor's right to receive a patent on the inven
tion claimed in the statutory invention registration, in
any application for an original patent which is pend
ing on, or filed after, the date of publication of the
statutory invention registration. A waiver filed with a
request for a statutory invention registration will not
affect the rights of any other inventor even if the sub
ject matter of the statutory invention registration and
an application of another inventor are .commonly
owned. A waiver filed with a request for a statutory
invention registration will not affect any rights in a
patent to the inventor which issued prior to the date of
publication of the statutory invention registration
unless a reissue application is filed seeking to enlarge
the scope of the claims of the patent. See also
§ 1.104(c)(5).

[50FR 9382,Mar.7, 1985,effectivedate May 8, 1985;
para. (c) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 1.294 Examination of request for publication of
a statutory invention registration and
patent application to which the reqnest is
directed.

(a) Any request for a statutory invention regis
tration will be examined to determine if the require
ments of § 1.293 have been met. The application to
which the request is directed will be examined to
determine (I) if the subject matter of the application is
appropriate forpublication,(2) if the requirements for
publication are met, and (3) if the requirements of
35 U.S.c. 112 and § 1.293 of this part are met.

(b) Applicant will be notified of the results of
the examination set forth in paragraph (a) of this sec
tion. If the requirements of § 1.293 and this section
are not met by the request filed, the notification to
applicant will set a period of time within which to
comply with the requirements in order to avoid aban-

donment of the application. If the application does not
meet the requirements of 35 U.S.c. 112, the notifica
tion to applicant will include a rejection under the
appropriate provisions of 35 U.S.C. 112. The periods
for reply established pursuant to this section are sub
ject to the extension of time provisions of § 1.136.
After reply by the applicant, the application will again
be. considered for publication of a statutory invention
registration. If the requirements of § 1.293 and this
section are not timely met; the refusal to publish will
be made final. If the requirements of 35 U.S.C. 112
are not met, the rejection pursuant to 35 U.S.C. 112
will be made final.

(c) If the examination pursuant to this section
results in approval of the request for a statutory inven
tion registration the applicant will be notified of the
intent to publish a statutory invention registration.

[50 FR 9382, Mar. 7, 1985,effectivedate May 8,1985;
para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 1.295 Review of decision finally refusing to
publish a statutory invention registration.

(a) Any requester who is dissatisfied with the
final refusal to publish a statutory invention registra
tion for reasons other than compliance with 35 U.S.c.
112 may obtain review of the refusal to publish the
statutory invention registration by filing a petition to
the Commissioner accompanied by the fee set forth in
§ 1.17(h) within one month or such other time as is set
in the decision refusing publication, Any such petition
should comply with the requirements of § 1.18l(b).
The petition may include a request that the petition
fee be refunded if the final refusal to publish a statu
tory invention registration for reasons other than com"
pliance with 35 U.S.C. 112 is determined to result
from an error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied with a
decision finally rejecting claims pursuant to 35 U.S.c.
112 may obtain review of the decision by filing an
appeal to the Board of Patent Appeals and Interfer
ences pursuant to § 1.191. If the decision rejecting
claims pursuant to 35 U.S.C. 112 is reversed, the
request for a statutory invention registration will be
approved and the registration published if all of the
other provisions of § 1.293 and this section are met.

[50 FR 9382, Mar.7, 1985,effectiveMay 8, 1985]
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§ 1.296 Withdrawal of request for publicatiou of

statutory invention registration.

A request for a statutory invention registration,

which has been filed, may be. withdrawn prior to the

date of the notice of the intent to publish a statutory

invention registration issued pursuant to § 1.294(c) by

filing a request to withdraw the request for publica

tion ofa stafutory invention registration. The request

to withdraw may also include a request for a refund of

any amount paid in excess of the application filing fee

and a handling fee of $130.00 which will be retained.

Any request to withdraw the request for publication of

a statutory invention registration filed on or after the

date of the notice of intent to publish issued pursuant

to § 1.294(c) must be in the form of a petition pursu

ant to § 1.183 accompanied by the fee set forth in

§ 1.17(h).

[50 FR 9382, Mar.7, 1985,effective date May 8, 1985;
revised, 54 FR 6893, Feb. 15, 1989, effective Apr. 17,

1989;56 FR 65142, Dec. 13, 1991, effective Dec. 16,
1991]

§ 1.297 Publication of statutory invention regis

tration.

(a) If the request for a statutory invention regis

tration is approved the statutory invention registration

will be published. The statutory invention registration
will be mailed to the requester at the correspondence

address as provided for in § 1.33(a). A notice of the

publication of each statutory invention registration

will be published in the Official Gazette.

(b) Each stathtory invention registration pub

lished will include a statement relating to the

attributes of a statutory invention registration. The

statement will read as follows:

A statutory invention registration, is not a

patent. It bas the defensive attributes of a patent but
does nothave the enforceable attributes of a patent.
No article or advertisement or the like may nse the
term patent, or any term snggestive of a patent,
when referring to a statutory invention registration.
Formate specific information on the rights associ-

ated with a statutory invention registration see
35 U.S.c. 157.

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985;
50 FR 31826, Ang. 6,1985, effective Oct. 5, 1985]

REVIEW OF PATENT AND TRADEMARK
OFFICE DECISIONS BY COURT

§ 1.301 Appeal to U.S. Court of Appeals for the

Federal Circuit,

Any applicant or any owner of a patent involved in
any ex parte reexamination proceeding filed under
§ 1.510, dissatisfied with the decision of the Board of

Patent Appeals and Interferences, and any party to an
interference dissatisfied with the decision of the
Board of Patent Appeals and Interferences, may

appeal to the U.S. Court of Appeals for the Federal

Circuit. The appellant musttake thefollowing steps in

such an appeal: In the U.S. Patent and Trademark
Office, file a written notice .of appeal directed to the

Commissioner (see §§ 1.302 and 1.304); and in the

Court, file a copy of the notice of appeal and pay the
fee for appeal as provided by the rules of the Court.
For inter partes reexamination proceedings filed

under § 1.913, § 1.983 is controlling.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982;
49 FR48416, Dec. 12, 1984,effective Feb.n, 1985;50 FR

9383, Mar. 7, 1985, effective lvlay8,1985;54 FR 29552,
July 13, 1989, effective Aug. 20, 1989; revised, 65 FR

76756, Dec. 7, 2000, effective Feb. 5, 20001]

§ 1.302 Notice of appeal.

(a) When an appeal is taken to the U.S.Court of
Appeals for the FederalCircuit.ithe appellant shall
give notice thereof to the Commissioner within the
time specified in § 1.304.

(b) In interferences, the notice must be served
as provided in § 1.646 ..

(c) A notice of appeal, if mailed to the Office,
shall be addressed as follows: Box 8, Commissioner
ofPatents and Trademarks, Washington.DC 20231.
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[24 FR 10332, Dec. 22, 1959; para. Cal, 47 FR 47381,
Oct. 26, 1982, effective Oct. 26, 1982; 49 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7,
1985, effectiveMay 8,1985; para. (c) added, 53 FR 16414,
May8,1988]

§ 1.303 Civil action under 35 U.S.c. 145, 146,
306.

(a) Any applicant or any owner of a patent
involved in an ex parte reexamination proceeding
filed under §1.51O for a patent that issues from an
original application filed in the United States before
November 29,1999, dissatisfied with the decision of
the Board of Patent Appeals and Interferences, and
any party to an interference dissatisfied with the deci
sion of the Board of Patent Appeals and Interferences
may, instead of appealing to the U.S. Court of
Appeals for the Federal Circuit (§ 1.301), have rem
edy by civil action under 35 U.S.C. 145 or 146, as
appropriate. Such civil action must be commenced
within the time specified in § 1.304.

(b) If an applicant in an ex parte case or an
owner of a patent involved in an ex parte reexamina
tion proceeding filed under §1.510 for a patent that
issues from an original application filed in the United
States before November 29, 1999, has taken an appeal
to the U.S. Court of Appeals for the Federal Circuit,
he or she thereby waives his or her right to proceed
under 35 U.S.C. 145.

(c) If any adverse party to an appeal taken to
the U.S. Court of Appeals for the Federal Circuit by a
defeated party in an interference proceeding files
notice with the Commissioner within twenty days
after the filing of the defeated party's notice of
appeal to the court (§ 1.302), that he or she elects to
have all further proceedings conducted as provided in
35 U.S.c. 146, the notice of election must be served
as provided in § 1.646.

(d) For an ex parte reexamination proceeding
filed under § 1.510 for a patent that. issues from an
original application filed in the Uuited States on or
after November 29, 1999, and for an inter partes reex
amination proceeding filed under § 1.913, no remedy
by civil action under 35 U.S.C. 145 is available.

[47FR 47381, Oct. 26, 1982, effective Oct. 26; 1982;
49 FR 48416, Dec. 12, 1984, effective Feb. 11,1985; para.
(c), 54 FR 29553, July 13, 1989, effective Aug. 20, 1989;
para. (a) revised, 65 FR 54604, Sept. 8, 2000, effective

Nov. 7, 2000; paras. (a) and (b) revised andpara. (d) added,
65 FR 76756, Dec.7, 2000, effective Feb.5, 2001]

§ 1.304 'lime for appeal or civil action.
(a)(I) The time for filing the notice of appeal to

the U.S. Court of Appeals for the Federal Circuit
(§ 1.302) or for commencing a civil action (§ 1.303) is
two months from the date of the decision of the Board
of Patent Appeals and Interferences. If a request for
rehearing or reconsideration of the decision is filed
within the time period provided under § 1.197(b),
§ 1.658(b), or § 1.979(a), the time for filiug an appeal
or commencing a civil action shall expire two months
after action on the request. In interferences the time
for filing it cross-appeal or cross-action expires:

(i) Fourteen days after service of the
notice of appeal or the summons and complaint; or

. (ii) Two mouths after the date of decisiou
of the' Board of Patent Appeals and Interferences,
whichever is later.

(2) The time periods set forth in this section
are not subject to the provisious of § 1.136,
§ 1.550(c), § 1.956, or § 1.645(a) or (b).

(3) The Commissioner may extend the time
for filing an appeal or commencing a civil action:

. (i) For good cause shown if requested in
writing before the expiration of the period for filing
au appeal or commencing a civil action, or

(ii) Upon written request after the expira
tion of the period for filing an appeal or commencing
a civil actiou upon a showing that the failure to act
was the result of excusable neglect.

(b) The times specified in this section in days
are calendar days. The time specified herein in
months are calendar months except that oue day shall
be added to any two-month period which includes
February 28. If the last day of the time specified for
appeal or commencing a civil action falls on a.Satur
day, Sunday or Federal holiday in the District of
Columbia, the time is extended to the next day which
is ueither a Saturday, Sunday nor a Federal holiday.

(c) If a defeated party to all interference has
taken an appeal to the U.S. Court of Appeals for the
Federal Circuit aud an adverse party has filed notice
under 35 U.S.C. 141 electing to have all further pro
ceedings conducted under 35 U.S.C. 146 (§ 1.303(c»),
the time for filiug a civil action thereafter is specified
in 35 U.S.C. 141. The time for filing a cross-action
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expires 14 days after service of the summons and
complaint. I

[41 FR 758, Jan. 5, 1976; Para. (a) and (c), 47 FR
47382: Oct.26, 1982;para. (a), 49 FR 556, Jan. 4, 1984,
effectiveApr. I, 1984; para. (a) 49 FR Dec. 12, 1984,effec
tive Feb. II, 1985; para. (a), 50 FR 9383, Mar. 7, 1985,
effective May 8, 1985; 54 FR29S53, July 13, 1989,effec
tive Aug. 20, 1989;paras. (a) and (c)revised 58 FR 54494,
Oct. 22, 1993,effectiveNov. 22, 1993; para. (a)(I) revised,
62FR 53131, Oct. 10, 1997,effectiveDec; I, 1997; paras.
(a)(I) and (a)(2) revised, 65 FR 76756,Dec; 7, 2000, effec
tiveFeb.5,2001]

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(a) If, on examination, it appears that the appli
cant is .entitled to a patent under the law, a notice of
allowance will be sent to the applicant at the corre-.
spondence address indicated in § 1.33. The notice of
allowance shall specify .~. sum constituting the issue
fee which must be paid within three months from the
date ofmailing of the notice of allowance to avoid
abandonment of the application. The sum specified in
the notice of allowance may also include the.publica
tionfee, in w?ich case the issue feeand publication
fee (§ 1.211(f» must both be paid within three months
from the date Ofmailing of the notice of allowance to
avoid abandonment of tbe application. This three-
month period is ~ot extendable. .

(b) An authorization to charge the issue fee or
0therpost:allowance fees set forth in §1.18 to a
deposit accou~tmay be filed in an individual applic~
tion only after mailing of the notice of allowance.. The
submission of either of the following after thy mailing
of a notice of allowance will operate as a request to
charge ihycorrect issue fee to~ny deposit account
identified in a previously filed authorization to charge
fees:

(I) An incorrect issue fee; or

(2) A completed Office-provided issue fee
transmittal form (where no issue fee hasbeensubmit
ted).

[47 FR 41279, Sept. 17, 1982, effective Oct. I, 1982;
para. (b) revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7,2000; revised.fif FR 57024, Sept. 20, 2000,effec
tive Nov.29, 2000]

§ 1.312 Amendments after allowance.

No amendment may be made as a matter of right
in anapplication after the mailing of the notice of
allowance. Any amendment filed pursuant to this sec
tion must be filed before or with the payment of the
issue fee, and may beentered on tbe recommendation
of the primary examiner, approved by the Commis
sioner, without withdrawing the application from
issue.

[Para. (b) revised, 58 FR 54504, Oct. 22, 1993, effec
tiveJan, 3, 1994; para. (b) revised, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; para. (b) revised, 62 FR
53131, oaro, 1997, effective Dec. I, 1997; revised, 65
FR 14865, Mar. 20, 2000, effectiveMay 29, 2000 (adopted
as final;65FR 50092,Aug. 16,2000)]

§ 1.313 Withdrawal from issue.
(a) Applications may be withdrawn from issue

for further action at the initiative Ofthe Office or upon
petition by the applicant. To request that the Office
withdraw an application from issue, applicant must
file a petition under this section including the fee set
forth in § 1.17(h) and a showing of good and suffi
cientreasons Whywithdrawal of the application from
issue is necessary. A petition under this section is not
required if a request for continued examination under
§ 1..114 is filedprior to payment ofthe issue fee. If the
Office withdraws the application from issue, the
Office will issue a new notice of .allowance if the
Office again allows the application.

(b) Once the issue feehas been paid, the Office
will not withdraw the application from issue at its
own initiative for any reason except:

(1) A mistake on the part of the Office;
(2) A violation of § 1.56 or illegality in the

application;
(3) Unpatentability of olle or more claimsior
(4) . For interference.

(c) Once the issue fee has beenpaid, the appli
cation will not be withdrawn from issue upon petition
by theapplicant for any reason except: .

(1) Unpatentability of one of more claims,
which petition must be accompanied by an unequivo
cal statement that one or more claims are unpatent
able, an amendment to sucb claim or claims, and an
explanation as to how the amendment causes sucb
claim or claims to be patentable;
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(2) Consideration of a reqnest for continued
examination in compliance with § 1.114; or

(3) Express abandonment of the application.
Such express abandonment may be in favor of a con
tinuing application.

(d) A petition under this section will not be
effective to withdraw the application from issue
unless it is actually received and granted by the appro
priate officials before the date of issue. Withdrawal of
an application from issue after paymellt of the issue
fee may not be effective to avoid publication of appli
cation information.

[47 FR 41280, Sept. 17, 1982, effective Oct. I, 1982;
para. (a), 54FR6893, Feb. 15, 1989,54 FR 9432, March 7,
1989, effective Apr. 17, 1989; para. (b), 57 FR 2021"Jan.
17, 1992, effective Mar. 16, 1992; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; revised,
65 FR 14865, Mar. 20, 2000, effective May 29, 2000
(paras. (b), (c)(I), (c)(3) and (d) adopted as final; 65FR
50092,Aug. 16, 2000); paras. (a) and c(2) revised, 65 FR
50092, Ang. 16,2000, effective Aug. 16,2000)]

§ 1.314 Issuance of patent.

If applicant timely pays the issue fee, the Office
will issue the patent in regular course unless the appli
cation is withdrawn fromissue (§ 1.313) or the Office
defers issuances of the patent.' To request that the
Office deferissuance of a patent, applicant must file a
petition under this section including the fee set forth
in § 1.17(h)anda showing of good and sufficient rea
sons why it is necessary to defer issuance of the
patent.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 54 FR 6893, Feb. 15,1989,effe!'tive Apr.
17, 1989; revised, 60FR 20195, Apr. 25, 1995,effective
June 8, 1995;revised, 65 FR 54604, Sept. 8,2000, effective
Nov:7,2000]

§ 1.315 Delivery of patent.

The patent will be delivered or mailed upon issu
ance to the correspondence address of record. See
§ 1.33(a).

[Revised, 61 FR 42790, Aug. 19, 1996,effective Sept.
23,1996]

§ 1.316 Application abandoned for failure to pay
issue fee.

If the issue fee is .not paid within, three months from
the date of the notice of allowance, ,the application
will be regarded as abandoned. Such an abandoned
application will. not be considered as pending before
the Patent and Trademark Office.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (b)-(d) amended, paras. (e) and (t) added,
58 FR44277, Aug. 20, 1993, effective Sept. 20, 1993;para.
(d) revised,.60FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effectiveDec.
1,1997]

§ 1,317 Lapsed patents; delayed payment of ·bal
ance of issue fee.

If the issue fee paid is the al1lount specified in the
notice of allowance, but a higher amount is required at
the time the issue fee is paid, any remaining balance
of the issue fee is to be paid within three months from
the date of notice thereof and, if not paid, the patent
will lapse at the termination of the three-month
period.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1,
1982;paras. (a)-(d) amended, paras. (e) & (t) added, 58 FR
44277,Aug. 20, 1993, effective Sept. 20, 1993; para. (d)
amended,60 FR, 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 1.318 [Reserved]

[43FR 20465, May 11, 1978; removed and reserved,
62 FR 53131, Oct. 10, 1997,effectiveDec. 1, 1997]-

DISCLAIMER

§ 1.321 Statutory disclaimers, including terminal
disclaimers.

(a) A patenteeowning the whole or any sec
tional interest in a patent may disclaim any complete
claim or claims in a patent. In like manner any paten
tee may disclaim or dedicate to the public the entire
term, or any terminal part of the term, of the patent
granted. Such disclaimer is binding upon the grantee
and its successors or.assigns. A notice of. the dis
claimer is published iu the Official Gazette and
attached to the printed copies of the specification. The
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disclaimer, to be recorded in the Patent and Trade
mark Office, must:

(I) Be signed by the patentee, or an attorney
or agent of record;

(2) Identify the patent and complete claim or
claims, or term being disclaimed. A disclaimer which
is not a disclaimer of a complete claim or claims, or
term will be refused recordation;

(3) State the present extent of patentee's
ownership interest in the patent; and

(4) Be accompanied by the fee set forth in
§ 1.20(d).

(b) An applicant or assignee may disclaim or
dedicate to the public the entire term, or any terminal
part of the term,of a patent to be granted. Such termi
nal disclaimer is binding upon the grantee and its suc
cessors or assigns. The terminal disclaimer, to be
recorded in the Patent and Trademark Office, must:

(1) Be signed:
(i) By the applicant, or
(ii) If there is an assignee of record Of an

undivided part interest, by the applicant and. such
assignee, or

(iii) If there is an assignee of record of the
entire interest, by such assignee, or

(iv) By an attorney or agent of record;
(2) Specify the portion of the term of the

patent being disclaimed;
(3) State the present extent of applicant's or

assignee's ownership interest in the patent to be
granted; and

(4) Be accompanied by the fee set forth in
§ 1.20(d).

(c) A terminal disclaimer, when filed to obviate
a judicially created double patenting rejection in a
patent application or in a reexamination proceeding,
must:

(1) Comply with the provisions of para
graphs (b)(2) tbrough (b)(4) of this section;

(2) Be signed in accordance with paragraph
(b)(I) of this section if filed in a patent application or
in accordance with paragraph (a)(l)of this section if
filed in a reexamination proceeding; and

(3) Include a provision that any patent
granted on that application or any patent subject to the
reexamination proceeding shall be enforceable only
for and during such period that said patent is com-

monly owned with the application or patent which
formed the basis for the rejection.

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982;
revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994:
para. (c) revised, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996]

CORRECTION OF ERRORS IN PATENT

§ 1.322 CertIficate of correction of Office mis
take.

(a)(l) The Commissioner may issue a certificate
of correction pursuant to 35 U.S.c. 254 to correct a
mistake in a patent, incurred throughthe faultof the
Office, which mistake is clearly disclosed in the
records of the Office:

(i) At the request of the patentee or the
patentee's assignee;

(ii) Acting sua sponte for mistakes that the
Office discovers; or

(iii) Acting on information about a mistake
supplied by a third party.

(2)(i) There is no obligation on the Office to act
on or respond to a submission of information or
request to issue a certificate of correction by a third
party under paragraph (a)(l)(iii) of this section.

(ii) Papers submitted by a third party under
this section will not be made of record in the file that
they relate to nor be retained by the Office.

(3) If the request relates to a patent involved
in an interference, the request must comply with the
requirements of this section and be accompanied by a
motion under § 1.635.

(4) The Office will not issue a certificate of
correction under this section without .first. notifying
the patentee (including any assignee of record) at the
correspondence address of record as specified in §
1.33(a) and affording the patentee or an assignee an
opportunity to be heard.

(b) If the nature of the mistake on the part of the
Office is such that a certificate of correction is
deemed inappropriate in form, the Commissioner may
issue a corrected patent in lieu thereof as a more
appropriate form for certificate of correction, without
expense to the patentee.
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[24FRI0332, Dec. 22, 1959; 34 FR 5550, Mar. 22,
1969; para. (a), 49 FR 48416,Dec. 12,·1984, effectiveFeb.
11, 1985; para. (a) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ 1.323 Certificate of correction of applicant's
mistake.

The Office may issue a certificate of correction
under the conditions specified in 35 U.S..C. 255 at the
request. of the patentee or the patentee's assignee,
upon payment ofthe fee set forth in § 1.20(a). If the
request relates to a patent involved in an interference,
the request must comply with the requirements ofthis
section and be accompanied by a motion. under
§1.635.

[34FR 5550,Mar. 22,1969; 49FR 48416, Dec. 12,
1984,effectiveFeb, 11, 1985;revised, 65 FR 54604, Sept.
8, 2000,effectiveNov. 7, 2000]

§ 1.324 Correction of inventorship in patent, pur
suant to 35 U.s.C. 256.

(a) Whenever through error a person is named
in an issued patent as the inventor, or through error an
inventor is not named in an issued patent and such
error arose without any deceptive intention on his or
her part, the Commissioner may, .on petition, or on
order of a court before which such matter is calledin
question, issue ,a certificate naming only the actual
inventor or inventors. A petition to correct inven~or
ship of a patent involved in an Interference must com
ply. with the requirements of this section and must be
accompanied by a motion under § 1.634.

(b) Any petition pursuant to paragraph (a) of
thissectionmust be accompanied by:

(I) Where one or more persons .are being
added, a statement from. each person who is being
added as an inventor that the inventorship error
occurred without any deceptive intention on his or her
part;

(2) A statement from the current named
inventors who have not submitted a statement under
paragraph (b)(I) of this section either agreeing to the
change of inventorship or stating that they. have no
disagreement in regard to the requested change;

(3) A statement from all assigneesofthe par
ties submitting a statement under paragraphs (b)(I)
and (b)(2) of this section agreeing to the change of
inventorship in the patent, which statement must com
ply With the requirements of § 3.73(b) of this chapter;
and

(4) The fee set forth in § 1.20(b).
(c) For correction of inventorship in an applica

tion see §§ 1.48 and 1.497, and in an interference see
§ 1.634.

[47 FR41281, Sept. 17, 1982, effective Oct. 1,1982;
48 FR 2713, Jan. 20, 1983,effectiveFeb. 27, 1983; 49 FR
48416, Dec. 12, 1984,50 FR 23123, May 31, 1985,effec
tive Feb. 11, 1985; revised, 62 FR 53131, Oct. 10, 1997,
effectiveDec. 1, 1997;headingand para. (b)(I) revised,65
FR 54604, Sept. 8, 2000, effective Sept. 8, 2000; para. (c)
added, 65 FR 54604,Sept. 8, 2000,effectiveSept. 8, 2000]

§ 1.325 Other mistakes not corrected.
Mistakes other than those provided for in§§ 1.322,

1.323, 1.324, and not affording legal grounds forreis
sue or for reexamination, will not be corrected after
the date of the patent.

[48 FR 2714, Jan. 20, 1983, effective date Feb. 27,
1983]

ARBITRATION AWARDS

§ 1.331 [Reserved]

[24 FR 10332, Dec. 22, 1959;43 FR 20465, May 11,
1978;47 FR 41281, Sept. 17, 1982;deleted; 57 FR 29642,
July 6, 1992,effectiveSept. 4, 1992]

§ 1.332 [Reserved]

[47 FR 41281, Sept. 17, 1982; deleted, 57 FR 29642,
July 6,1992, effectiveSept.4,1992]

§ 1.333 [Reserved]

[Deleted, 57 FR 29642, July 6, 1992,effectiveSept. 4,
1992]

§ 1.334 [Reserved]

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982;
para. (c), 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
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1989; deleted, 57 FR 29642, July 6, 1992,effectiveSept.4,
1992]

§ 1.335 Filing of notice of arbitration awards.

(a) Written notice of any award by an arbitrator
pursuant to 35 U.S.C. 294 must be filed in the Patent
and Trademark Office by the patentee or the paten
tee's assignee or licensee. If the award involves more
than one patent a separate notice must be filed for
placement in the file of each patent. The notice must
set forth the patent number, the names of the inventor
and patent owner, and the names and addresses of the
parties to the arbitration. The notice must also include
a copy of the award.

(b) If an award by an arbitrator pursuant to
35 U.S.c. 294 is modified by a court, the party
requesting the modification must file in the Patent and
Trademark Office, a notice of the modification for
placement in the file of each patent to which the mod
ification applies. The notice must set forth the patent
number, the names of the inventor and patent owner,
and the names and addresses of the parties to the arbi
tration. The notice must also include a copy of the
court's order modifying the award.

(c) Any award by an arbitrator pursuant to
35 U.S.C. 294 shall be unenforceable until any
notices required by paragraph (a) or (b) of this section
are filed in the Patent and Trademark Office. If any
required notice is not filed by the party designated in
paragraph (a) or (b) of this section, any party to the
arbitration proceeding may file such a notice.

[48 FR 2718, Jau. 20, 1983,effectiveFeb. 8, 1983]

AMENDMENT OF RULES

§ 1.351 Amendments to rules will be published.

All amendments to the regulations in this part will
be published in the Official Gazette and in the Federal
Register.

§1.352 [Reserved]

[Para. (a) amended, 58 FR 54504,Oct. 22, 1993,effec
tive Jan. 3, 1994; removedand reserved, 62 FR 53131,Oct.
10,1997, effectiveDec. 1, 1997]

MAINTENANCE FEES

§ 1.362 TIme for payment of maintenance fees.
(a) Maintenance fees as set forth in §§ 1.20(e)

through (g) are required to be paid in all patents based
on applications filed on or after December 12, 1980,
except as noted in paragraph (b) of this section, to
maintain a patent in force beyond 4, 8 and 12 years
after the date of grant.

(b) Maintenance fees are not required for any
plant patents or for any design patents. Maintenance
fees are not required for a reissue patent if the patent
being reissued did not require maintenance fees.

(c) The application filing dates for purposes of
payment of maintenance fees are as follows:

(1) For an application not claiming benefit of
an earlier application, the actual United States filing
date of the application.

(2) For an application claiming benefit of an
earlier foreign application under 35 U.S.c. 119, the
United States filing date of the application.

(3) For a continuing (continuation, division,
continuation-in-part) application claiming the benefit
of a prior patentapplicationunder 35 U.S.C. 120, the
actual United States filing date of the Continuing
application.

(4) For a reissue application, including a con
tinuing reissue application claiming the benefit of a
reissue application under 35 'U.S.C. 120, the United
States filing date of the original non-reissue applica
tion on which the patent reissued is based.

(5) For an international application which
has entered the United States as a Designated Office
under 35 U.S.C. 371, the international filing date
granted under Article 11(I) of the ~atent Cooperation
Treaty which is considered to be the United States fil
ing date under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents
without surcharge during the periods extending
respectively from:

(I) 3 years through 3 years and 6 months
after grant for the first maintenance fee,

(2) 7 years through 7 years and 6 months
after grant for the second maintenance fee, and
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(3) 11 years through 11 years and 6 months
after grant for the third maintenance fee.

(e) Maintenance fees may be paid with the sur
charge set forth in § 1.20(h) during the respective
grace periods after:

(1) 3 years and 6 months and through the day
of the 4th armiversary of the grant for the first mainte
nance fee.

(2) 7 years and 6 months and through the day
of the 8th anniversary of the grant for the second
maintenance fee, and

(3) 11 years and 6 months and through the
day of the 12th anniversary of the grant forthe third
maintenance fee.

(f) If the last day for paying a maintenance fee
without sllrsharge set forth in paragraph (d) of this
section, or. the last day for paying a maintenance fee
with surcharge set forth in paragraph (e) of this sec
tion, falls on a Saturday, Sunday, or afederal holiday
within the District of Columbia, the maintenance fee
and any necessary surcharge may be paid under para
graph (d) or paragraph (e) respectively on the next
succeeding day which is not a Saturday, Sunday, or
Federal holiday.

(g) Unless the maintenance fee and any applica
ble surchargeis paid within the time periods set forth
in paragraphs (d), (e) or (f) of this section, the patent
will expire as of the end of the grace period set forth
in paragraph (e) of this section. A patent which
expires for the failure to pay the maiutenance fee will
expire at the end of the sarne date (anniversary date)
the patent was granted in the 4th, 8th, or 12th year
after grant.

(h) The periods specified in §§1.362 (d) and (e)
with respect to a reissue application, including a con
tinuing reissue application thereof, are counted from
the date of graut of the original non-reissue applica
tion on which the reissued patent is based.

[49 FR 34724, Aug. 31, 1984,addedeffective Nov. 1,
1984; paras. (a) and (e), 56 FR 65142, Dec. 13, 1991,effec
tive Dec. 16, 1991; paras. (c)(4) and (e) revised and para.
(h) added, 58 FR 54504, Oct. 22, 1993, effective Jan. 3,
1994]

§ 1.363 Fee address for maintenance fee pur
poses.

(a) All notices, receipts, refunds, and other
communications relating to payment or refund of

maintenance fees will be directed to the correspon
dence address used during prosecution of the applica
tion as indicated in § 1.33(a) unless:

(1) A fee address for purposes of payment of
maintenance fees is set forth when submitting the
issue fee, or

(2) A change in the correspondence address
for all purposesis filed after payment of the issue fee,
or

(3) A fee address or a change in the "fee
address" is filed for purposes of receiving notices,
receipts and other correspondence relating to the pay
ment of maintenance fees after the payment of the
issue fee, in which instance, the latest such address
will be used.

(b) An assignment of a patent application or
patent does not result in a change of the "correspon
dence address" or "fee address" for maintenance fee
purposes.

[49 FR 34725, Aug. 31, 1984,added effective Nov. 1,
1984]

§ 1.366 Submission of maintenance fees.
(a) The patentee may pay maintenance fees and

any necessary surcharges, or any person or organiza
tion may pay maintenance fees and any necessary sur
chargeso~ behalf of a patentee. Authorization by the
patentee need not be filed in the Patent and Trademark
Office to pay maintenance fees and any necessary sur
charges on behalf of the patentee.

(b) A maintenance fee and any necessary sur
charge submitted for a patent must be submitted in the
amount due on the date the maintenance fee and any
necessary surcharge are paid. A maintenance fee or
surcharge may be paid in the manner set forth in
§ 1.23 or by an authorization to charge a deposit
account established pursuant to § 1.25. Payment of a
maintenance fee and any necessary surcharge or the
authorization to charge a deposit account must be sub
mitted within the periods set forth in § l.362(d), (e),
or (f), Any payment or authorization of maintenance
fees and surcharges filed at any other time will not be
accepted and will not serve as a payment of the main
tenance fee except insofar as adelayed payment of the
maintenance fee is accepted by the Commissioner in
an expired patent pursuant to a petition filed under
§ 1.378. Any authorization to charge a deposit
account must authorize the immediate charging of the
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§ 1.377 MANUAL OF PATENT EXAMINING PROCEDURE

maintenance fee and any necessary surcharge to the
deposit acconnt. Payment of less than the required
amount, payment in a manner other than that set forth
§ 1.23, or in the filing of an authorization to charge a
deposit account having insufficient funds will not
constitute payment of a maintenance fee or surcharge
on a patent. The procedures set forth in § 1.8 or § 1.10
may be utilized in paying maintenance fees and any
necessary surcharges.

(c) In submitting maintenance fees and any
necessary surcharges, identification of the patents for
which maintenance fees are being paid must include
the patent number, and the application number of the
United States application for the patent on which the
maintenance fee is being paid. If the payment includes
identification of only the patent number (i.e., does not
identify the application number of the United States
application for the patent on which the maintenance
fee is being paid), the Office may apply the payment
to the patent identified by patent number in the pay
ment or may retum the payment.

(d) Payment of maintenance fees and any sur
charges should identify the fee being paid for each
patent as to whether it is the 3 112-, 7 112-, or 11 112
year fee, whether small entity status is being changed
or claimed, the amount of the maintenance fee and
any surcharge being paid, and any assigned customer
number. If the maintenance fee and any necessary sur
charge is being paid on a reissue patent, the payment
must identify the reissue patent by reissue patent
number and reissue application number as required by
paragraph (c) of this section and should also include
the original patent number.

(e) Maintenance fee payments and surcharge
payments relating thereto must be submitted separate
from any other payments for fees or charges, whether
submitted in the manner set forth in § 1.23 or by an
authorization to charge a deposit account. If mainte
nance fee and surcharge payments for more than one
patent are submitted together, they should be submit
ted on as few sheets as possible with the patent num
bers listed in increasing patent number order. If the
payment submitted is insufficient to coyer the mainte
nance fees and surcharges for all the listed patents, the
payment will be applied in the order the patents are
listed, beginning at the top of the listing.

(f) Notification of any change in status result
ing in loss of entitlement to small entity status must be

filed in a patent prior to paying, or at the time of pay
ing, the earliest maintenance fee due after the date on
which status as a small entity is no longer appropriate.
See § 1.27(g).

(g) Maintenance fees and surcharges relating
thereto will not be refunded except in accordance with
§§1.26 and 1.28(a).

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1,
1984; para. (b) amended, 58 FR 54494, Oct. 22, 1993,
effective Nov. 22, 1993; paras. (b) - (d) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (c)
revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8,
2000; para. (I) revised, 65 FR78958, Dec. 18,2000]

§ 1.377 Review of decision refusing to accept and
record payment of a maintenance fee
filed prior to expiration of patent.

(a) Any patentee who is dissatisfied with the
refusal of the Patent and Trademark Office to accept
and record a maintenance fee which was filed prior to
the expiration of the patent may petition the Commis
sioner to accept and record the maintenance fee.

(b) Any petition under this section must be filed
within 2 months of the action complained of, or
within such other time as may be set in the action
complained of, and must be accompanied by the fee
set forth in § 1.17(h). The petition may include a
request that the petition fee be refunded if the refusal
to accept and record the maintenance fee is deter
mined to result from an error by the Patentand Trade
mark Office.

(c) Any petition filed under this section must
comply with the requirements of § 1.181(b) and must
be signed by an attorney or agent registered to prac
tice before the Patent and Trademark Office, or by the
patentee, the assignee, or other party in interest.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1,
1984; para. (c) revised, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997]

§ 1.378 Acceptance of delayed payment of main
tenance fee in expired patent to reinstate
patent.

(a) The Commissioner may accept the payment
of any maintenance fee due on a patent after expira
tion of the patent if, upon petition, the delay in pay
ment of the maintenance fee is shown to the
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satisfaction of the Commissioner to have been
unavoidable (paragraph (b) of this section) or uninten
tional (paragraph (c) of .this section) and if the sur
charge required by § 1.20(i) is paid as a condition of
accepting payment of the maintenance fee. If the
Commissioner accepts payment of the maintenance
fee upon petitio~, the patent shall be co~sidered as not
having expired, but will be subject to the conditions
set forth in 35 V.S.c. 4l(c)(2).

(b) Any petition to accept an unavoidably
delayed payment of a maintenance fee filed under
paragraph (a) of this section must include:

(1) . Therequired maintenance fee setforth in
§ 1.20 (e) through (g);

(2) The surcharge set forth in§ 1.20(i)(1);
and

(3) A showing that the delay wa~ unavoid
able since re~sonable caJ:"ewas taken to ensure that the
maintenance fee would be paidtimelr and that the
petition was filed promptly after the' patentee was
notified of, or otherwise became aware of,theexpira
tion of the patent. The showing must enumerate the
steps taken to ensure timely payment of the mainte
nance fee, the date and the manner in which patentee
became aware of the expiration of the patent,' arid the
steps takento file the petition promptly.

(c) Any petition to accept an unintentionally
delayed payment of a maintenance fee filed under
paragraph (a) of this section must befJ.led Within
twenty-four months after the six-month grace period
provided in§ 1.362(e) and must include:

(1) The required maintenance fee set forth in
§ 1.20 (e) through (g);

(2) The surcharge set forth in § 1.20(i)(2);
and

(3) A statement that the delay in payment of
the maintenance fee was unintentional.

(d) Any petition under this settion must be
signed by an ~ttorney or agent registered to practic~

before the Patent and Trademark Office, or by the pat
entee, the assignee, or other party in interest.

(e) Reconsideration of a decision refusing to
accept a maintenance fee upon petition filed pursuant
to paragraph (a) of this section may be obtained by fil
ing a petition .for reconsideration within two months
of, or such other time as' set in, the decision refusing
to accept the delayed payment of the maintenance fee.
Any such petition for reconsideration.must.be accom-

paniedby the petition fee set forth in § l.17(h). After
decision on the petition for reconsideration, no further
reconsideration or review of the. matter will be under
taken by the Commissioner. If the delayed payment of
the maintenance fee is not accepted, themaintenance
fee and the surcharge set forth in§1.20(i) will be
refunded. following the decision on the petition for
reconsideration, orafter the expiration of the time for
filing such a petition for reconsideration, if none is
filed; Any petition fee tinder this section will not be
refunded unless the refusal to accept and record the
maintenance fee is determined to result from an error
by the Patent and Trademark Office.

(49 FR 34726, Aug. 31, 1984, added effective Nov. I,
1984ipara. (a), 50 FR9383, Mar.7,1985,effective May 8,
f985: paras; (b) and (c), 53 FR 47810, Nov.' 28,1988,
effective Jan. I, 1989; paras. (a) - (c) and (e), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16,1991; paras. (a) - (c) and
(e); 58FR 44277,Aug. 20, 1993,effectiveSept. 20, 1993;
para. (d) revised, 62FR 53131, Oct. 10, 1997, effective
Dec. I, 1997]

Subpart C - International Processing
Provisions

GENERAL INFORMATION

§ 1.401 D~finitionsof terms under the Patent
CooperationTieat~

(a) The apbreviationrcr and the. term Treaty
mean the Patent Cooperation Treaty.

(b) .International Bureau-means the World
Intellectual Property Organization located in Geneva,
Switzerland.

(c) Administrative Instructions means that body
of instructions for operating under the Patent Cooper
ation Treaty referred to in PCT Rule 89.

(d) Request, when capitalized, means that ele
ment of the international.application described in PCT
Rules 3 and 4.

(e) International application, as used in this
subchapter is defined in§ 1.9(b).

(f) Priority date for the purpose of computing
time limits under the Patent Cooperation Treaty is
defined in PCT Art. 2(xi). Note also § 1.465.

(g) Demand, when capitalized, means that doc
ument filed with the International Preliminary Exam-
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§ 1.412 MANUAL OF PATENT EXAMINING PROCEDURE

mmg Authority which requests an international
preliminary examination.

(h) Annexes means amendments made to the
claims, description or the drawings before the Interna
tional Preliminary Examining Authority.

(i) Other terms and expressions in this subpart
C not defined in this section are to be taken iii the
sense indicated iii PCT Art. 2 and 35 U.S.C. 351.

[43 FR 20466, May 11, 1978; 52 FR 20047, May 28,
1987]

§ 1.412 The United States Receiving Office.
(a) The United States Patent and Trademark

Office is a Receiving Office only for applicants who
are residents or nationals of the United States of
America.

(b) The Patent and Trademark Office, when act
ing as a Receiving Office, will be identified by the full
title "United States Receiving Office" orby the abbre
viation "ROIUS."

(c) The major functions of the Receiving Office
include:

(I) According of international filing dates to
international applications meeting the requirements of
PCT Art. 11(1) and PCT Rule 20;

(2) Assuring that international applications
meet the standards for format and contentof PCT Art.
14(1), PCT Rule 9, 26, 29.1, 37, 38, 91, and portions
of PCT Rules 3 through 11;

(3) Collecting and, when required, transmit
ting fees due for processing international applications
(pCT Rule 14, 15, 16);

(4) Transmitting the record and search copies
to the International Bureau and International Search
ing Authority, respectively (PCT RuIes22 and 23);
and

(5) Determining compliance with applicable
requirements of part 5 of this chapter.

(6) Reviewing and, unless prescriptions con
ceming national security prevent the application from
being so transmitted (PCT Rnie 19.4y, transmitting
the international application to: the . International
Bureau for processing in its capacity as a Receiving
Office:

(i) Where the United States Receiving
Office is not the competent Receiving Office under
PCT Rule 19.1 or 19.2 and § 1.421(a); or

(ii) Where the internatiOnal application is
not in English but is in a language accepted under
PCT Rule 12.1(a) by the International Bureau as a
Receiving Office; or

(iii) Where there is agreement and authori
zation in accordance with PCT Rule 19.4(a)(iii).

[Para. (c)(6) added, 60 FR 21438, May 2, 1995, effec
tive JJIne 1, 1995; para. (c)(6) revised, 63 FR 29614, Jnne
1, 1998, effective Jnly 1, 1998 (adopted as final, 63 FR
66040, Dec. 1, 1998)]

§ 1.413 The United States International Search
ing Authority.

(a) Pursuant to appointnIent bythe Assembly,
the United States Patent and Trademark Office will
act as an International Searching Authority for inter
national applications filed in the United. States
Receiving Office and in other Receiving Offices as
may be agreed upon by the Commissioner, in accor
dance with agreement between the Patent and Trade
mark Office and the International Bureau (PCT Art
16(3)(b)).

(b) The Patent and Trademark Office, when act
ing as an International Searching Authority, will be
identified by the full title "United States International
Searching Authority" or by the abbreviation "ISAI
US."

(c) The major functions of the International
Searching Authority include:

(I) Approving or establishing the title and
abstract;

(2) Considering the matter of unity of inven-
tion;

(3) Conducting international and interna
tional-type searches and preparing international and
international-type searcbreports (PCT Art.15, 17 and
18, and PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international search
report to the applicant and the International Bureau.

§ 1.414 The United States Patent and Trademark
Office as a Designated Office or Elected
Office.

(a) The United States Patent and Trademark
Office will act as a Designated Office or Elected
Office for international applications in which the
United States of America has been designated or
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elected as a State in which patent protection is
desired.

(b) The United States Patent and Trademark
Office, when acting as a Designated Office or Elected
Office during international processing will be identi
fied by the full title "United States Designated Office"
or by the abbreviation "DOlUS" or by the full title
"United States Elected Office" or by the abbreviation
"EOIUS."

(c) The major functions of the United States
Designated Office or Elected Office in .respect to
international applications in which the United States
of America has been designated or elected, include:

. (1) Receiving various notifications through
out the international stage and

(2) Accepting for national stage examination
international applications which satisfy the require
ments of 35 U.S.c. 371.

[52FR 20047, May 28, 1987, effective July 1,1987]

§ 1.415 The International Bureau.
(a) The International Bureau is the World Intel

lectual Property Organization located at' Geneva,
Switzerland. It is the international intergovernmental
organization which acts as the coordinating body
under the Treaty and the Regulations (PCT Art. 2
(xix) and 35 TJ.S.C. 351(h».

(b) The major functions of the International
Bureau include:

(1) Publishing of international applications
and the International Gazette;

(2)· Transmitting copies of . international
applications to Designated Offices;

(3) Storing and maintaining record copies;
and

(4) Transmitting information to authorities
pertinent to the processing of specific international
applications.

§ 1.416 The United States International Prelimi
nary ExaminingAuthority,

(a) Pursuant to appointmentbythe Assembly,
the United States Patent and Trademark Office will
act as an International Preliminary' Examining
Authority for international applications filed in the
United States Receiving Office and in other Receiving
Offices as may be agreed upon by the Commissioner,

in accordance with agreement between the Patent and
Trademark Office and the International Bureau.

(b) The United States Patent and Trademark
Office, when acting as an International Preliminary
Examining Authority, will be identified by the full
title "United States International Preliminary Examin
ing Authority" or by the abbreviation "IPEA/US."

(c) The major functions of the International
Preliminary Examining Authority include:

(1) Receiving and checking for defects in the
Demand;

(2) Forwarding Demands in accordance with
PCT Rule59.3;

(3) Collecting the handling fee for the Inter
national Bureau and the preliminary examination fee
for the United States International Prelitninary Exam
ining Authority;

(4) Infortning applicant of receipt of the
Demand;

(5) Considering the matter of unity of inven-
tion;

(6) Providing an international preliminary
examination report which is a non-binding opinion on
the questions of whether the claimed invention
appears: to be novel, to involve an inventive step (to
be nonobvious), and to be industrially applicable; and

(7) Transmitting the international prelimi
nary examinationreport to applicant and the Interna
tional Bureau.

[Added 5~FR 20047, May 28, 1987; para. (c) revised,
63 FR 29614, JlIUe1, 1998, effective July 1998 (adopted as
final,63 FR 66040, Dec. 1, 1998)]

§ 1.417. Submission of translation. of interna
tional application.

The submission of the international publication or
an English language translation of an international
application pursuant to 35 U.S.C.154(d)(4) must
clearly identify the international application to which
it pertains (§ 1.S(a» and, unless it is being submitted
pursuant to § 1.494 or § 1.495, be clearly identified as
a submission pursuant to 35 U.S.c. 154(d)(4). Other
wise,the submission will be treated as a filing under
35 U.S.C. l11(a). Such submissions should be marked
"Box P¢T."

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov.
29,2000]
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§ 1.419 Display of currently valid control num
ber under the Paperwork Reduction Act.

(a) Pursuant to the Paperwork Reduction Act of
1995 (44 U.S.c. 3501 et seq.), the collection of infor
mation in this subpart has been reviewed and
approved by the Office of Management and Budget
under control number 0651-0021.

(b) Notwithstanding any other provision of law,
no person is required to respond to nor shall a person
be subject to a penalty for failure to comply with a
collection of information subject to the requirements
of the Paperwork Reduction Act unless that collection
of information displays a currently valid Office
of Management and Budget control number. This sec
tion constitutes the display required by 44 U.S.C.
3512(a) and 5 CFR 1320.5(b)(2)(i) for the collection
of information under Office of Management and
Budget control number 0651-0021 (see 5 CPR
1320.5(b)(2)(ii)(D».

[Added, 63 FR 29614, June 1, 1998, effective July 1,
1998 (adopted as final, 63 FR 66040, Dec. 1, 1998)]

WHO MAY FILE AN INTERNATIONAL
APPLICATION

§ 1.421 Applicant for international application.
(a) Only residents or nationals of the United

States of America may file international applications
in the United States Receiving Office. If an interna
tional application does not include an applicant who is
indicated as being a resident or national of the United
States of America, and at least one applicant:

(1) Has indicated a residence or nationality in
aPCT Contracting State, or

(2) Has no residence or nationality indicated,
applicant will be so notified and, if the international
application includes a fee amount equivalent to that
required by § 1.445(a)(5), the international applica
tion will be forwarded for processing to the Interna
tional Bureau acting as a Receiving Office. (See also
§ I.4I2(c)(6»).

(b) Although the United States Receiving
Office will accept international applications filed by
any resident or national of the United States of Amer
ica for international processing, an international appli
cation designating the United States of America will
be accepted by the Patent and Trademark Office for

the national stage only if filed by the inventor or as
provided in §§ 1.422, 1.423 or 1.425.

(c) International applications which do not des
ignate the United States of America may be filed by
the assignee or owner.

(d) The attorney or agent of the applicant may
sign the international application Request and file the
international application for the applicant if the inter
national application when filed is accompanied by a
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney
from the applicant may be submitted after filing if
sufficient canse is shown for not submitting it at the
time Offiling. Note that paragraph (b) of this section
requires that the applicant be the inventor if the
United States of America is designated.

(e) Any indication of different applicants for
the purpose of different Designated Offices must be
shown on the Request portion of the international
application.

(f) Changes in the person, name, or address of
the applicant of an international application shall be

made in accordance with PCT Rule n bis.

(g) The wording of PCT Rule n bis is as fol
lows:

PCT Rule n bis - Recording of Changes in Certain
Indications in the Request or the Demand

n bis Recording of Changes by the International
Bureau

(a) The International Bureau shall, on the
request of the applicant or the receiving Office, record
changes in the following indications appearing in the
request or demand:

(i) Person name, residence, nationality or
address of the applicant,

(ii) Person, name or address of the agent, the
common representative or the inventor.

(b) The International Bureau shall not record
the requested change if the request for recording is
received by it after the expiration:

(i) Of the time limit referred to in Article
22(1), where Article 39(1) is not applicable with
respect to any Contracting State;

(ii) Of the time limit referred to in Article
39(1)(a), where Article 39(1) is applicable with
respect to at leastone Contracting State.
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[Paras.(f) and (g), 53FR 47810, Nov. 28, 1988, effec
tiveJan. 1, 1989; para. (a) amended, 60 FR 21438, May 2,
1995,effective Jnne 1,1995]

§ . 1.422 When the inventor is dead.
In case of the death of the inventor, the legal repre

sentative (executor, administrator, etc.) of the
deceased inventor may file an international applica
tion which designates the United States of America.

§ 1;423 When· the inventor is insane or legally
incapacttated,

In case an inventor is insane or otherwise legally in
capacitated, the 1egalrepresentative (guardian, con
servator, etc.) of sU~h inventor may file an interna
tional application which designates the United States
of America:

§ 1.424 Joint inventors.
Joint inventors must jointly file an international

application which designates the United States of
America; the signature of either of them alone, or less
than the entire number will be insufficient for an
invention invented by them jointly, except as provided
in § 1.425.

§ 1.425 Filing by other than inventor.
Where an international application which desig

nates the United States of America is filed and where
one or more inventors refuse to sign the Request for
the international application or cannot be found or
reached after diligent effort, the Reqnest need not be
signed by such inventor if it is> signed by another
applicant Snch international application must be
accompanied by a statement explaining to the satis
faction of the Commissioner the lack of the signature
concerned.

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

THE INTERNATIONAL APPLICATION

§ 1.431 International application requirements.

(a) An international application shall contain,
as specified in the Treaty and the Regulations, a
Request, a description, one or more claims, an

abstract, and one or more drawings (where required).
(PCT Art. 3(2) and Section 207 of the Administrative
Instructions.)

(b) An international filing date will be accorded
by the United States Receiving Office, at the time of
receipt of the international application, provided that:

(1) At least one applicant is a United States
resident or national and thepapers filed at the time of
receipt of the international application so indicate
(35 U.S.C. 361(a), PCT Art. urnn».

(2) The international application is in the
English language (35 U.S.C. 361(c), PCT Art.
l1(l)(ii»).

(3) The international application contains at
least the following elements (PCT Art. l1(1)(iii»:

(i) An indication that it is intended as an
international application (PCT Rule 4.2);

(ii) The designation of at least one Con
tracting State of the International Patent Cooperation
Union (§ 1.432);

(iii) . The name of the applicant, as pre
scribed (note §§1.421-1.424);

(iv) A part which on the face of it appears
to bea description; and

(v) A part which on the face of it appears
to be a claim.

(c) Payment of the basic portion of the interna
tional fee (PCT Rule 15.2) and the transmittal arid
search fees (§ 1.445) may be made in full at the time
the international application papers required by para
graph (b) of. this section are deposited or Within
one month thereafter. The basic, transmittal, and
search fee payable is the basic, transmittal, .and search
fee in effect on the receipt date of the international
application.

(1) If the basic, transmittal and search fees
are not paid within one month from the date of receipt
of the international application and prior to the send
ingof a notice of deficiency, applicant will be notified
and given one month within which to pay the defi
cient fees plus a late payment fee equal to the greater
of:
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§1.432 MANUAL OF PATENT EXAMINING PROCEDURE

(2) The one-month time limit set pursuant to
this paragraph to pay deficient fees may not be
extended.

(d) If the payment needed to cover the transmit
tal fee, the basic fee, the search fee, one designation
fee and the late payment fee pursuant to paragraph (c)
of this section is not timely made in accordance with

PCT Rule 16bisl(e), the Receiving Office will declare
the international application withdrawn under PCT
Article 14(3)(a).

[43 FR 20486, May 11, 1978; paras. (b), (c), (d) and
(e), 50 FR 9383,Mar. 7,1985, effectiveMay 8, 1985; para.
(d) amended, 52 FR 20047, May 28, 1987; paras. (b)(l),
(b)(3)(ii), (c) and (d) amended, para. (e) deleted, 58 FR
4335, Jan.14, 1993, effectiveMay 1, 1993;paras. (c) and
(d) revised, 63 FR 29614, June 1, 1998, effective July 1,
1998(adoptedas final, 63 FR 66040,Dec. 1, 1998)]

§ 1.432 Designation of States and payment of des
ignation and confirmation fees.

(a) The designation of States including an indi
cation that applicant wishes to obtain a regional
patent, where applicable, shall appear in the Request
upon filing and mnst be indicated as set forth in PCT
Rule 4.9 and section 115 of the Administrative
Instructions. Applicant must specify at least one
national or regional designation on filing of the inter
national application for a filing date to be granted.

(b) If the fees necessaryto cover all the national
and regional designations specified in the Request are
not paid by the applicant within one year from the pri
ority date or within one month from the date of receipt
of the international application if that month expires
after the expiration of one year from the priority date,
applicant will be notified and given one month within
which to pay the deficient designation fees plus a late
payment fee. The late payment fee shall be equal to
the greater of fifty percent of the amount of the defi
cient fees up to a maximum amount equal to the basic
fee, or an amount equal to the transmittal fee (PCT

Rule 16bis). The one-month time limit set in the notifi
cation of deficient designation fees may not be
extended. Failure to timely pay at least one designa
tion fee will result in the withdrawal of the interna
tional application.

(1) The one designation fee must be paid:
(i) Within one year from the priority date;
(ii) Within one month from the date of

receipt of the international application if that month
expires after the expiration of one year from the prior
ity date; or

(iii) With the late payment fee defined in
this paragraph within the time set in the notification of
the deficient designation fees or in accordance with

PCT Rule 16bis.l(e).

(2) If after a notification of deficient designa
tion fees the applicant makes timely payment, but the
amount paid is not sufficient to cover the late payment
fee and all designation fees, the Receiving Office will,
after allocating payment for the basic, search, trans
mittal and late payment fees, allocate the amount paid

in accordance with PCT Rule 16bisl(c) and withdraw
the unpaid designations. The notification of deficient
designation fees pursuant to this paragraph may be
made simultaneously with any notification pursuant
to § 1.431(c).

(c) The amount payable for the designation fee
set forth in paragraph (b) is:

(1) The designation fee in effect on the filing
date ofthe international application, if such fee is paid
in full within one month from the date of receipt of
the international application;

(2) The designation fee in effect on the date
such fee is paid in full, if such fee is paid in full later
than one month from the date of receipt of the interna
tionalapplication but within one year from the prior
ity date;

(3) The designation fee in effect on the date
one year from the priority date, if the fee was due one
year from the priority date, and such fee is paid in full
later than one month from the date of receipt of the
international application and later than one year from
the priority date; or

(4) The designation fee in effect on the inter
national filing date, if the fee was due one month from
the international filing date and after one year from
the priority date, and such fee is paid in full later than
one month from the date of receipt of the international
application and later than one year from the priority
date.

(d) On filing the international application, in
addition to specifying at least one national or regional
designation under PCT Rule 4.9(a),applicant may
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also indicate under PCTRule4.9(b) that all other des
ignations permitted under the Treaty are made.

(1) Indication of other designations permitted
by the Treaty under PCTRule 4.9(b) must be made in
a statement ou the Request that any designation made
under this paragraph is subject to confihnation(PCT
Rule4.9(c»not later than the expiration of 15 months
from the priority date by:

(i) , Filing a written notice with the United
States Receiving Office specifying the national and/or
regional designations being confirmed;

(ii) Paying the designation fee for each
designation being confirmed; arid

(iii) Paying the confirmation fee specified
in § 1.445(a)(4).

(2) Unconfirmed designations will be consid
ered withdrawn..If the amount submitted is not suffi
cient to cover the designation fee and the
confirmation fee for each designation being con
firmed, the Receiving Office will allocate the amount
paid in accordance with any priority of designations
specified by applicant If applicant does not specify
any priority of designations, the allocation of the
amount paid will be made in accordance with PCT

Rule 16bis.l(c).

[43 FR 20486, May 11, 1978; para. (b)amended 52 FR
20047, .May28, 1987; paras. (a),(b) amended andpara. (c)
added,58FR 4335, Jan. 14, 1993, effective May 1, 1993;
paras. (b) and (c) revised, para. (d) added, 63 FR 29614,
June 1, 1998, effective July 1, 1998 (adopted as final,
63 FR 66040, Dec. 1, 1998)]

§ 1:433 Physical requirements of international
application.

(a) The international .application and each of
the documents that may be referred to in the check list
of the Request (PCT Rule 3.3(a)(ii» shall be filed in
one copy only.

(b) All sheets of the international application
must be on A4 size paper (21.0 x 29.7 em.).

(c) Other physical requirements. for interna
tional applications are set forth in PCT Rule 11 and
sections 201-207 of the Administrative Instructions.

§ 1.434 The request.
(a) The request shall be made on a standardized

form (PCT Rules 3 and 4), Copies of printed Request
forms are available from the Patent and Trademark
Office. Letters requesting printed forms should be
marked "Box PCT."

(b) The Check List portion of the Request form
should indicate each document .accompanying the
international application on filing.

(c) All information, for example, addresses,
names of States and dates, shall be indicated in the
Request as required by PCT.Rule 4 and Administra
tive Instructions.110 and 201.

(d) International applications which designate
the.United States of America:

(1) Shall include the name, address and sig
nature of the inventor, except as provided by §§
1.421(d), 1.422, 1.423 and 1.425;

(2) Shall include a reference to any copend
ing national application. or international application
designating the United States of America, if the bene
fit of the filing date for the prior copending applica
tion is to be claimed; and

(3) May include in theRequestadeclaration
of the inventors as provided for inPCT Rule 4.17(iv).

[Para. (a) amended, 58 FR 4335, Jan. 14, 1993, effec
tive May 1,1993; para. (d) revised, 66 FR 16004, Mar. 22,
2001, effective Mar. 1,2001]

§ 1.435 The description.
(a) The application must meet the.requirements

as to the content and form of the description set forth
in PCT Rules 5, 9, 10, andll and sections 204 and
208 of the Administrative Instructions.

(b) In international applications designating the
United Statesthe description must contain upon filing
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.

[Para. (a)revised, 63 FR 29614, June 1, 1998, effective
July 1, 1998 (adopted as final, 63 FR 66040, Dec. 1, 1998)]

§ 1.436 The claims.
The requirements as to the content and format of

claims are set forth in PCT Art. 6 and PCT Rules 6, 9,
10 and 11 and shall be adhered to. The number of the
claims shall be reasonable, considering the nature of
the invention claimed.
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§ 1.437 The drawings.
(a) Subject to paragraph (b) of this section,

when drawings are necessary for the understanding of
the inventioll, or are mentioned in the description,
they must be part of an irtternationalapplication as
originally filed in the United States Receiving Office
in order to maintain the international filing date dur
ing the national stage (PCT Art. 7).

(b) Drawings missing from the application
upon filing will be accepted if such drawings are
received within 30 days of the date of first receipt of
the incomplete papers. If the missing drawings are
received within the 30-day period, the international
filing date shall be the date on Which such drawings
are received. If such drawings are not timely received,
all references to drawings in the international applica
tion shall be considered non-existent (PCT Art. 14(2),
Administrative Instruction 310).

(c) The physical requirements for drawings are
set forth in PCT Rule U and shall be adhered to.

§ 1.438 The abstract.
(a) Requirements as to the content and form of

the abstract are set forth in PCT Rule 8, and shall be
adhered to.

(b) Lack of an abstract upon filing of an inter
national application will riot affect the granting of a
filing date. However, failure to furnish an abstract
within one month from the date of the notification by
the Receiviug Office will result in the international
application being declared withdrawn.

FEES

§ 1.445 International application filing, process
ing and search fees.

(a) The following fees and charges for interna
tional applications are established by the Commis
sioner under the authority of 35 U.S.C. 376:

(1) A transmittal fee (see 35 U.S.c. 361(d)
and PCT Rule 14) - $240.00

(2) A search fee (see 35 U.S.C. 361(d) and
PCT Rille 16):

(i) Where a corresponding prior United
States National application filed under 35 U.S.C.
1U(a) with the filing fee under § 1.16(a) has been
filed - $450.00

(ii) For all situations not provided for in
paragraph (a)(2)(i) of this section ~ $700.00

(3) A supplemental search fee when required,
per additional invention - $210.00

(4) A confirmation fee (PCT Rule 96) equal
to fifty percent of the sum of designation fees for the
national and regional designations being confirmed
(§ 1.432(d)).

(5) A fee equivalent to the transmittal fee in
paragraph (a)(1) of this section for transmittal of an
international application to the International Bureau
for processing in its capacity as a Receiving Office
(PCT Rule 19.4).

(b) The basic fee and designation fee portion of
the international fee shall be as prescribed in PCT
Rule 15.

[43 FR 20466,May 11, 1978; para. (a), 47 FR 41282,
Sept. 17, 1982, effective Oct. 1, 1982; para. (a)(4) - (6),
50 FR 9384, Mar. 7, 1985, effective May 8, 1985; 50 FR
31826, Aug. 6, 1985, effective Oct. 5, 1985; para. (a)
amended 52 FR 20047, May 28,1987; paras. (a)(2)and(3),
54 FR6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989;
effective Apr. 17, 1989; para. (a), 56 FR 65142, Dec. 13,
1991, effective Dec. 27, 1991; para. (a), 57 FR 38190, Aug.
21, 1992, effective Oct. 1, 1992; para. (a)(4) added, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993; paras. (a)(I)
(3), 59 FR 43736, Aug. 25, 1994, effective Oct. 1, 1994;
para. (a)(5) added, 60 FR 21438, May 2, 1995, effective
June 1, 1995; para. (a) amended, 60 FR 41018, Aug. 11,
1995, effective Oct. 1, 1995; para. (a) amended, 61 FR
39585, July 30,1996, effective Oct. 1, 1996; para. (a)
amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; para. (a) revised, 63 FR 29614, June 1, 1998, effec
tive July 1,1998 (adopted as final, 63 FR 66040, Dec. 1,
1998)]

§ 1.446 Refund of international application f'Iling
and processing fees.

(a) Money paid for international application
fees, where paid by actual mistake or in excess, such
as a payment not required by law or treaty and its reg
ulations, may be refunded. A mere change of purpose
after the payment of a fee will not entitle a party toa
refund of such fee. The Office will not refund
amounts of twenty-five dollars or less unless a refund
is specifically requested and will not notify the payor
of such amounts, If the payor or party requesting a
refund does not provide the banking information nec
essary for making refunds by electronic funds trans-
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fer, the Office may use the banking information
provided on the payment instrument to make any
refund by electronic funds transfer.

(b) Any request for refund under paragraph (a)
of this section must be filed withintwo years from the
date the fee was paid. If the Office charges a deposit
account by an amount other than an amount specifi
cally indicated in an authorization lind~r § 1.25{b),
any request for refund based upon such charge must
be filed within two years from the date of the deposit
account statement indicating such charge .and include
a copy of that deposit account statement. The time
periods set forth in this paragraph are not extendable.

(c) Refund of the supplemental search fees will
be made if such refund is determined to be warranted
by the Commissioner or the Commissioner's designee
acting under PCT Rule 40.2(c).

(d) The international and search fees will be
refunded if no international filing date is accorded or
if the application is withdrawnbefore transmittal of
the record copy to the International Bureau (PCT
Rules 15.6 and 16.2). The search fee will be refunded
if the application is withdrawn before transmittal of
the search copy to the International Searching Author
ity. The transmittal fee will not be refunded.

(e) The handling fee (§ 1.482(b» will be
refunded (PCT Rule 57.6) only if:

(1) The Demand is withdrawn before the
Demand has been sent by the International Prelimi
nary Examining Authority to the International
Bureauor

(2) The Demand is considered notto have
been submitted (PCT Rule 54.4(a».

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282,
Sept. 17, 1982, effective Oct. 1, 1982; para.(b), 50 FR
9384, Mar. 7,1985, effective May 8, 1985; 50FR 31826,
Aug. 6, 1985,effective Oct. 5, 1985;para. (d) amended and
para. (e) added, 58 FR 4335, Jan. 14, 1993, effective May
1, 1993;para (a) revised and para. (b) added, 65 FR 54604,
Sept. 8, 2000, effective Nov.7, 2000]

PRIORITY

§ 1.451 The priority claim and priority document
in an international application.

(a) The claim for priority must, subject to para
graph (d) of this section, be made on the Request

(PCT Rule 4.10) in a manner complying with sections
110 and 115 of the Adtninistrative Instructions.

(b) Whenever the priority of an earlier United
States national application or international application
filed with the United States Receiving Office is
claimed in an international application, the applicant
may request. in a letter of transmittal accompanying
the vinterriational application upon filing with the
United States Receiving Office Or in a separate letter
filed in the United States Receiving Office not later
than 16 months after the priority date, that the United
States Patent and Trademark Office prepare a certified
copy of the prior application for transmittal to the
International Bureau (PCT Article 8 and PCT Rule
17). The fee for preparing a certified copy is set forth
in § 1.19(b)(1).

(c) If a certified copy of the priority document
is not submitted together with the international appli
cation on filillg, or, if the priority application was filed
in the United States and a request and appropriate
payment for preparation of such a certified copy do
not accompany the international application on filing
or are not filed within 16 months of the priority date,
the certified copy of the priority document must be
fumished by the applicant to the International Bureau
or to the United States Receiving Office within the
time limit specified in PCT Rule 17.I(a).

(d) The applicant may correct or add a priority

claiminaccordance with PCT Rule 26bis 1.

[43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10,
1982, effective Oct. 1, 1982; para. (b), 47 FR 41282, Sept.
17, 1982, effective Oct. 1, 1982; paras. (b) & (c), 50 FR
9384, Mar.7,1985, effective May 8,1985; para. (b), 54 FR
6893, Feb. 15, 1989, effective Apr. 17, 1989; para. (a)
amended, 58 FR 4335, Jan. 14, 1993, effective May 1,
1993;para. (a) revised, para. (d) added, 63 FR 29614, June
1, 1998, effective July 1, 1998 (adopted as final, 63 FR
66040, Dec. 1, 1998);para. (b) revised, 66 FR 16004,Mar.
22,2001, effectiveMar. 1,2001]

REPRESENTATION

§ 1.455 Representation in international applica
tions.

(a) Applicants of international applications may
be represented by attorneys or agents registered to
practice before the Patent and Trademark Office or by
an applicant appointed as a common representative
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(PCT Art. 49, Rules 4, 8 and 90 and § 10.10). If appli
cants have not appointed an attorney or agent or one
of the applicants to represent them, and there is more
than one applicant, the applicant first named ill the
reqnest and who is entitled to file in the U.S. Receiv
ing Office shall be considered to be the common rep
resentative of all the applicants. An attorney or agent
having the right to practice before a national office
with which an international application is filed and for
which the United States is an International Searching
Authority or International Preliminary Examining
Authority may· be appointed' to represent the appli
cants in the international application before that
authority. An attorney or agent may appoint an-associ
ate attorney or agent who shall also then be of record
(PCT Rule 90.I(d)). The appointmentof an attorney
or agent, or of a common representative, revokes any
earlier appointment unless otherwise indicated (PCT
Rule 90.6(b) and (cj),

(b) Appointment of an agent, attorney or com
mon representative (PCT Rule 4.8) must be effected
either in the Request form, signed by all applicants, or
in a separate power of attorney submitted either to the
United SUites Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof
should be submitted to the United States Receiving
Office until the issuance of the international search
report.

(d) The addressee for correspondence will be as
indicated in section 108 of the Administrative Instruc
tions.

[43 FR 20466, May 11, 1978; 50 FR 5171, Feb. 6,
1985, effective Mar. 8, 1985; para. (a) amended, 58 FR
4335,Jan. 14, 1993, effective May 1, 1993]

TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmittal ofrecord copy
to the Iuternatioual Bureau.

(a) Transmittal of the record copy of the inter.
national application to the International Bureau shall

be made by the United States Receiving Office or as
provided by PCT Rule 19.4.

(b) [Reserved]

(c) No copy ofan international application may
be transmitted to the International Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant,
unless the applicable requirements of part 5 of this
chapter have been satisfied.

[43FR 20466, May 11, 1978; paras. (a) and (b), 50 FR
9384, Mar. 7, 1985, effective May 8, 1985; para. (a)
revised, 63 FR 29614, June 1, 1998, effective July 1, 1998
(adopted as final, 63 FR 66040, Dec. 1, 1998)]

TIMING

§ 1.465 Timiug of application processing based
on the priority date.

(a) For the purpose of computing time limits
nnder the Treaty, the priority date shall be defined as
in PCTArt. 2(xi).

(b) When a claimed priority date is corrected or

added under PCT Rule 26bi'.I(a), or withdrawn under

PCT Rule 90bi'.3, or considered not to have been

made under PCT Rule 26bi'.2, the priority date for the
purposes of computing any non-expired time limits
will be the date of the earliest valid remaining priority
claim of the international application, or if none, the
international filing date.

(c) When corrections nnder PCT Art. 11(2),
Art. 14(2) or PCT Rule 20.2(a) (i) or (iii) are timely
submitted, and the date of receipt of such corrections
falls later than one year from the claimed priority date
or dates, the Receiving Office shall proceed under

PCT Rule 26bi'.2.

[Paras. (b) and (c) revised, 63 FR 29614, June 1, 1998,
effective July 1, 1998(adopted as final, 63 FR 66040,Dec.
1,1998)]

§ 1.468 Delays in meeting time limits.

Delays in meeting time limits dnring international
processing of international applications may only be
excused as provided in PCT Rule 82. For delays in
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meeting time limits in a <national application, see
§1.137.

AMENDMENTS

§ 1.471 Corrections and amendments during
international processing.

. (a) Except as otherwise provided in ,this para
graph, all corrections submitted to the United States
Receiving Office or United States International
Searching Authority' must be in English, in the 'form
of replacement sheets in compliance with PCT Rules
10 and 11, and accompanied by a letter that draws
attention to the differences between the replaced
sheets and the replacement sheets. Replacement
sheets are not required for the deletion of lines of text,
the correction of simple typographical errors, and one
addition or change of not more than five words per
sheet. These changes may be stated in a letter and, if
appropriate, the United States Receiving Office will
make the deletion or transfer the correction to the
international application, provided that such correc
tions do not adversely affect the clarity and direct
reproducibility of the application (pCT Rule 26.4).
Amendments that do not comply with PCT Rules 10
and ILl to 11.13 may not be entered.

(b) Amendments of claims submitted to the
International Bureau shall be as prescribed by PCT
Rule 46.

(c) Corrections or additions to the Request of
any declarations under PCT Rule 4.17 should be sub
mitted to the International Bureau as prescribed. by

PCT Rule 26/er.

[Para. (a)revised, 63FR29614, June1, 1998, effective
July 1, 1998 (adopted as final, 63FR66040, Dec. 1, 1998);
para. (c)added, 66FR 16004, Mar. 22,2001, effective Mar.
1,2001]

§ 1.472 Changes in person, name, or address of
applicants and inventors.

All requests for a change in person, name or
address of applicants and inventor should be sent to
the United States Receiving Office until the time of
issuance of the international search report. Thereafter
requests for such changes should be submitted to the
International Bureau.

[43 FR 20466, May 11, 1978; redesignated at 52FR
20047, May28,1987]

UNITY OF INVENTION

§ 1.475 Unity of invention before the Interna
tional Searching Authority, the Interna
tional Preliminary Examining Authority
and during the national stage.

(a) An international and a national stageappli
cation shall relate to one invention only or to a group
of inventions so linked as to form a single general
inventive concept ("requirement of unity of inven
tion"). Where a group of inventions is claimed in an
application, the requirement of unity of invention
shall be fulfilled only when there is a technical rela
tionship among those inventions, involving one or
more of the same or corresponding special technical
features. The, expression "special technical features"
shall mean those technical features that define a con
tribution which each of the claimed inventions, con
sidered as a whole, makes over the prior art.

(b) An international or a national stage app)ica
tion containing claims to different categories of inven
tion will be considered to have unity of invention if
the claims are drawn only to one of the following
combinations of categories:

(1) A product and a process specially adapted
for the manufacture of said product; or

(2) A product and process of use of said
product; or

(3) A product, a process Specially adapted for
the manufacture of the said product, and a use of the
said product; or

(4) A process and an apparatus or means spe
cifically designed for carrying out the said process; or

(5) A product, a process specially adapted for
the manufacture of the said product, and an apparatus
or means specifically designed for carrying out the
said process.

(c) If an application contains claims to more or
less than one of the combinations of categories of
invention setforth in paragraph (b) of this section,
unity of invention might not be present.

(d) If multiple products, processes of manufac
ture or uses are claimed, the first invention of the cat
egory first mentioned in the claims of the application
and the first recited invention of each of the other cat-
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egories related thereto will be considered as the main
invention in the claims, see PCT Article 17(3)(a) and
§ 1.476(c).

(e) The determination whether a group of
inventions is so linked as to form a single general
inventive concept shall be made without regard to
whether the inventions are claimed in separate claims
or as alternatives within a single claim.

[Added 52 FR 20047, May 28, 1987, effective July 1,
1987; paras. (a) - (e) ameuded andpara. (f) deleted, 58 FR
4335, Jan. 14, 1993, effective May 1,1993]

§ 1.476 Determination of unity of invention
before the International Searching
Authority.

(a) Before establishing the international search
report, the International Searching Authority will
determine whether the international application com
plies with the requirement of unity of invention as set
forth in § 1.475.

(b) If the International Searching Authority
considers that the international application does not
comply with the requirement of unity of invention, it
shall inform the applicant accordingly and invite the
payment of additional fees (note § 1.445 and PCT Art.
17(3)(a) and PCT Rule 40). The applicant will be
given a time period in accordance with PCT Rule 40.3
to pay the additional fees due.

ec) In the case of non-compliance with unity of
invention and where no additional fees are paid, the
international search will be performed on the inven
tion first mentioned ("main invention") in the claims.

(d) Lack of unity of invention may be directly
evident before considering the claims in relation to
any prior art, or after taking the prior art into consider
ation, as where a document discovered during the
search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leav
ing two or more claims joined thereby without a com
mon inventive concept. In such a case the
International Searching Authority may raise the
objection of lack of unity of invention.

[43 FR 20466, May 11, 1978; redesignated and
amended at 52 FR 20047, May 28, 1987; para. (a)
amended, 58 FR 4335, Jan. 14, 1993, effective May 1,
1993]

§ 1.477 Protest to lack of unity of invention
before the International Searching
Authority,

(a) If the applicant disagrees with the holding
of lack of unity of invention by the International
Searching Authority, additional fees may be paid
under protest, accompanied by a request for refund
and a statement setting forth reasons for disagreement
or why the required additional fees are considered
excessive, or both (PCT Rule 40.2(c».

(b) Protest under paragraph (a) of this section
will be examined by the Commissioner or the Com
missioner's designee. In the event that the applicant's
protest is determined to be justified, the additional
fees or a portion thereof will be refunded.

(c) An applicant who desires that a copy of the
protest and the decision thereon accompany the inter
national search report when forwarded to the Desig
nated Offices may notify the International Searching
Authority to that effect any time prior to the issuance
of the international search report. Thereafter, such
notification should be directed to the International
Bureau (PCT Rule 40.2(c».

[43 FR 20466, May 11, 1978; redesignated and
amended at 52FR20047, May 28,1987]

INTERNATIONAL PRELIMINARY
EXAMINATION

§ 1.480 Demand for international preliminary
examination.

(a) On the filing of a proper Demand in an
application for which the United States International
Preliminary Examining Authority is competent and
for which the fees have been paid, the international
application shall be the subject of an international pre
liminary examination. The preliminary examination
fee (§ 1.482(a)(l) and the handling fee (§ 1.482(b))
shall be due at the time of filing the Demand.

(b) The Demand shall be made on a standard
ized form. Copies of the printed Demand forms are
available from the Patent and Trademark Office. Let
ters requesting printed Demand forms should be
marked "Box PCT."

(c) If the Demand is made prior to the expira
tion of the 19th month from the prionty date and the
United States of America is elected, the provisions of
§ 1.495 shall apply rather than § 1.494.
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(d) ..Withdrawal of a proper Demand prior to the
start of the international preliminary examination will
entitle applicant to a refund of the preliminary exami
nation fee minus the amount of the transmittal fee set
forth in § 1.445(a)(I).

[52FR 20048, May 28, 1987; para. (d), 53 FR 47810,
Nov. 28, 1988, effective Jan. I, 1989; para. (b) amended,
58FR 4335, Jan. 14, 1993, effective May1,1993; para. (a)
revised, 63 FR 29614, Jnne I, 1998,effective)uly I, 1998
(adopted as final, 63 FR 66040, Dec. I, 1998)]

§ 1.481 Payment of international preliminary
examination fees.

(a) The handling and preliminary examination
fees shall be paid within the time period set in PCT
Rule 57.3. The handling fee or preliminary examina
tion fee. payable is the handling fee or preliminary
examination fee in effect on the date of receipt ofthe
Demand.except under PCT Rule 59.3(a) where the.fee
payable is the fee in effect on the.dare ofarrival of the
Demand at the United States International Preliminary
Examining Authority.

(I). If the handling and preliminary fees are
not paid within We time period setin PCT Rule 57.3,
applicant will be notified and given on~ month within
which to pay the deficient fees plus alate paymentfee
equal tothegreater of:

(i) Fifty percent of theamoUIit of the defi
cient fees, but not exceeding an amount equal to dou
ble the handling fee; or

(ii) An amount equal to the handling fee

(PCT Rule 58bis.2).

.(2) The one-month time limit set in this para
graph to pay deficient fees may not be extended.

(b) Ifthe payment needed to cover the handling
and preliminary examination fees, pursuant to para
graph (a) of this section, is not timely made in accor-

dance with PCT Rule 58bis.l(d), the United States
International Preliminary Examination Authority will
declare the Demand to beconsidered as if it had not
been submitted.

[63 FR 29614, June I, 1998, effective July I, 1998
(adopted as final, 63 FR 66040, Dec. I, 1998)]

§ 1.482 International preliminary examination
fees.

(a) The following fees and charges for interna
tional preliminary examination are established by the
Commissioner-under the authority of 35 U.S.C. 376:

(I) A preliminary examination fee is due on
filing the Demand:

(i) Where an international search fee as
set forth in § 1.445(a)(2) has been paid on the
international application to the United States
Patent and Trademark Office as an International
Searching Authority, a preliminary examination
fee of , , $490.00

(ii) 'Where the International Searching
Authority for the international application was an
authority other than the United States Patent and
Trademark Office, a preliminary examination
fee of , $750.00

(2) An additional preliminary examination
fee when required, pet additional invention:

(i) Where the international Searching
Authority for the international application was the
United States Patent and TrademarkOffice.. $140.00

(ii) Where the International Searching
Authority for the international application was an
authority otherthan the United States Patent and
Trademark Office $260.00

(b) The handling fee is due on filing the
Demand.

(35 U.S.c. 6, 376)

[52 FR 20048,May 28, 1987: Para. (a), 54 FR 6893,
Feb.I5, 1989,effectiveApr. 17, 1989; pap. (a), 56 FR
65142,Dec. 13, 1991, effective Dec.27,1991; paras. (a)(I)
and (a)(2)(ii), 57 FR38190, Aug. 21, 1992, effective Oct.
1, 1992; paras (a)(2)(i) and (b) amended, 58 FR 4335, Jan.
14,1993,effectiveMay I, 1993; paras. (a)(I) arid (a)(2)(ii),
59 FR 43736, Aug;25, 1994, effective Oct. 1,1994; paras.
(a)(I)(i); (a)(I)(ii), & (a)(2)(ii) amended, 60 FR 41018,
AUg. 11, 1995, effective Oct. I, 1995; paras. (a)(I)(i),
(a)(I)(ii), and (a)(2)(ii) amended, 61 FR 39585, July 30,
1996, effective Oct. I, 1996; paras. (a)(I)(i), (a)(I)(ii), and
(a)(~)(ii) amended, 62 FR 40450, July 29, 1997, effective
Oct. 1,1997]

§ 1.484 Conduct of international preliminary
examination.

(a) An international .preliminary examination
will be conducted to formulate a non-binding opinion
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as to whether the claimed invention has novelty,
involves an inventive step (is non-obvious) and is
industrially applicable.

(b) International preliminary examination will
begin promptly UPOIl receipt of a proper Demand in
an application for which the United States Interna
tional Preliminary Examining Authority is competent,
for which the fees for international preliminary exam
ination (§ 1.482) have been paid, and which requests
examination based on the application as filed or as
amended by an amendment which has been received
by the United States International Preliminary Exam
ining Authority. Where a Demand requests examina
tion based on a PCT Article 19 amendment which
has not been received, examination may begin at
20 months without receipt of the PCT Article 19
amendment. Where a Demand requests examination
based on a PCT Article 34 amendment which has not
been received, applicant will be notified and given a
time period within which to submit the amendment.

(1) Examination will begin after the earliest
of:

(i) Receipt of the amendment;

(ii) Receipt of applicant's statement that no
amendment will be made; or

(iii) Expiration of the time period set in the
notification.

(2) No international preliminary examination
report will be established prior to issuance of an inter
national search report.

(c) No. international preliminary examination
will be eonllucted on inventions not previously
searched by an International Searching Authority.

. (d) The International Preliminary.Bxamining
Authority will establish a written opinionif any defect
exists or if the claimed invention lacks novelty, inven
tive step or industrial applicability and will set a non"
extendable time limit in the written opinion for the
applicant to reply.

(e) If no written opinion under paragraph (d) of
this section is necessary, or after any written opinion
and the reply thereto or the expiration of the time limit
for reply to such written opinion, an international pre
liminaryexamination report will be established-by the
International Preliminary ExaminingAuthority. One
copy will be snbmitted to the International Bureau
and one copy will be submitted to the applicant.

(f) An applicant will be permitted a personal or
telephone interview with the examiner, which must be
conducted during the non-extendable time limit for
reply by the applicant to a written opinion. Additional
interviews may be conducted where the examiner
determines that such additional interviews may be
helpful to advancing the international preliminary
examination procedure. A summary of any such per
sonal or telephone interview must be filed by the
applicant as a part ofthe reply to the written opinion
or, if applicant files no reply, be made of record in the
file by the examiner.

(g) Ifthe application whose priority is claimed
in the international application is in a language other
than English, the United States International Prelimi
nary Examining Authority may, where the validity of
the priority claim is relevant for the formulation of the
opinion referred to in Article 33(1), invite the appli
cant to furnish an English translation of the priority
document within two months from the date of the
invitation. If the translation is not furnished within
thattime limit, the international preliminary examina
tion report may be established as if the priority had
not been claimed.

[52 FR 20049, May 28, 1987; para. (b) amended,
58 FR 4335, Jan. 14, 1993, effective May 1, 1993; paras.
(d)-(f) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; para. (b) revised, 63 FR 29614, June 1, 1998,
effectiveJnly 1, 1998 (adoptedas final, 63 FR 66040, Dec.
1, 1998); para. (g) added, 66 FR 16004, Mar. 22, 2001,
effectiveMar. 1,2001]

§ 1.485 Amendments by applicant during inter
national preliminary examination.

(a) The applicant may make amendments at the
time of filing the Demand. The applicant may also
make amendments within the time limit set by the
International Preliminary Examining Authority for
reply to any notification under § 1.484(b) or to any
written opinion. Any such amendments must:

(1) Be made by submitting a replacement
sheet in compliance with PCT Rules 10 and 11.1 to
11.13 for every sheet of the application which differs
from the sheet it replaces unless an entire sheet is can
celled; and

(2) Include a description of how the replace
ment sheet differs from the replaced sheet. Amend-
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ments that do not comply with PCT Rules 10 and 11.1
to 11.13 may not be entered,

(b) If an amendment cancels an entire sheet of
the international application, that amendment shall be
communicated in a letter.

[Added 52 FR 20049, May 28, 1987; amended, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993; para. (a)
revised, 62 FR 53131,Oct. 10, 1997, effective Dec. 1,
1997; para. (a)revised, 63 FR 29614, June 1, 1998, effec
tive Jnly 1, 1998 (adopted as final, 63 FR 66040,.Dec, 1,
1998)]

§ 1.488 Detennination of unity of iuveution
before the International Preliminary
Examiuing Authority.

(a) Before establishing any written opinion or
the international preliminary examination report, the
International Preliminary Examining Authority will
determine whether the international application com
plies with the requirement of unity of invention as set
forth in§ 1.475.

(b) If the International Preliminary Examining
Authority considers that the international application
does not comply with the requirement of unity of
invention, it may:

(1) Iss~ea written opinion and/or an interna
tionalpreliminary examination report, in respect of
the entire international application and indicate that
unity of invention is lacking and specify the reasons
therefor without extending an invitation to restrict or
pay additional fees. No international preliminary
examination will be conducted on inventions not pre
viously searched by an International Searching
Authority.

(2) Invite the applicant. to restrict the claims
or pay additional fees, pointing .out the cat~gorie~ of
invention found, within a set time limit which will not
be extended. No international preliminary examina
tion will be conducted on inventions not previously
searched by an International Searching Authority, or

(3) If applicant fails to restrict the claims or
pay additional fees within the time limit set for reply,
the International Preliminary Examining Authority
will issue a written opinion andlor establish an inter
national preliminary examination report on the main

invention and shall indicate the relevant facts in the
said report. In case of any doubt as to which invention
is the main invention, the invention first mentioned in
the claims and previously searched by an International
Searching Authority shall be considered the main
invention.

(c) Lack of unity of invention may be directly
evident before considering the claims in relation to
any prior art, or after taking the prior art into consider
ation, as where a document discovered during the
Search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leav
ing two or more claims joined thereby without a com
mon inventive concept. In such a case the
International Preliminary Examining Authority may
raise the objection of lack of unity of invention.

[52 FR 20049, May 28, 1987; para. (a) amended,
58 FR 4335, Jan. 14, 1993, effective May 1, 1993; para.
(b)(3) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 1.489 Protest to lack of unity of invention
before the International Preliminary
Examining Authority.

(a) If the applicant disagrees with the holding
of lack of unity of invention bythe International Pre
liminary Examining Authority, additional fees may be
paid under protest, accompanied by a request for
refund and a statement setting forth reasons for dis
agreement or why the required additional fees are
considered excessive, or both.

(b) Protest under paragraph (a) of this section
will be examined by the Commissioner or the Com
missioner's designee. In the eventthat the applicant's
protest is determined to be justified, the additional
fees or a portion thereofwill be refunded.

(c) An applicant who desires that a copy of the
protest and the decision thereon accompany the inter
national preliminary examination report when for
warded to •the Elected Offices, may notify the
International Preliminary Examining Authority to that
effect any time prior to the issuance of the interna
tional preliminary examination report. Thereafter,
such notification should be directed to the Interna
tional Bureau.
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[Added 52 FR 20050, May 28,1987, effective July 1,
1987]

NATIONAL STAGE

§ 1.491 National stage commencement and entry.
(a) Subject to 35 U.S.C. 371(t), the national

stage shall commence with the expiration of the appli
cable time limit under PCT Article 22(1) or (2), or
under PCT Article 39(1)(a).

(b) An international application .enters the
national stage when the applicant has .filed the docu
ments and fees required by 35 U.S.C. 371(c) within
the period set in § 1.494 or § 1.495.

[Added, 52FR 20050, May 28, 1987; revised, 66 FR
45775, Aug. 30, 2001]

§ 1.492 National stage fees.
The following fees and charges are established for

international applications entering the national stage
under 35 U.S.C. 371:

(a) The basic national fee:
(1) Where an international preliminary

examination fee as set forth in § 1.482 hasbeen paid
on the international application to the United States
Patent and Trademark Office:

By a small entity (§ 1.27(a» $345.00
By other than asmall entity $690.00

(2) Where no international preliminary
examination fee as set forth in § 1.482 has been paid
to the United States Patent and Trademark Office, but
an international search fee as set forth in § 1.445(a)(2)
has been paid on the international application to the
United States Patent and Trademark Office as an
International Searching Authority:

By a small entity (§ 1.27(a» $355.00
By other than a small entity $710.00

(3) Where no international preliminary
examination fee as set forth in § 1.482 has been paid
and no international search fee as set forth in
§ 1.445(a)(2) has been paid on the international appli
cation to the United States Patent and Trademark
Office:

By a small entity (§ 1.27(a» $500.00
By other than a small entity $1,000.00

(4) Where an international preliminary
examination fee as set forth in § 1.482 has been paid

to the United States Patent and Trademark Office and
the international preliminary examination report states
that the criteria of novelty, inventive step (non-obvi
ousness), and industrial applicability, as defined in
PCT Article 33(1) to (4) have been satisfied for all the
claims presented in the application entering the
national stage (see § 1.496(b»:

By a small entity (§ 1.27(a» $50.00
By other than a small entity $100.00

(5) Where a search report on the international
application-has been prepared by the European Patent
Office or the Japanese Patent Office:

By a small entity (§ 1.27(a» $430.00
By other thana small entity $860.00

(b)' . In addition to the basic national fee, for fil
ing or later presentation of each independent claim in
excess of 3:

By a small entity (§ 1.27(a» $40.00
By other than a small entity $80.00

(c) In addition to the basic national fee, for fil
ing or later presentation of each claim (whether inde
pendent or dependent) in excess of 20 (Note that
§ 1.75(c) indicates how multiple dependent claims are
considered for fee calculation purposes.):

Bya small entity (§ 1.27(a»., .. ,. $9.00
By other than a small entity ..... $18.00

(d) In addition to the basic national fee, if the
application contains, or is amended tocontain, a mul
tiple dependent clainus), per application:

By a small entity (§ 1.27(a» $135.00
By other than a small entity $270.00

(e) Surcharge for filing the oath or declaration
later than 20 months from the priority date pursuant to
§ 1.494(c) or later than 30 months from the priority
date pursuant to § 1.495(c):

By a small entity (§ 1.27(a» $65.00
By other than a small entity $130.00

(t) For filing an English translation of an inter
national application later than 20 months after the pri
ority date (§ 1.494(c» or filing an English translation
of the international application or of any annexes to
the international preliminary examination report later
than 30 months after the priority date (§§ 1.495(c) and
(e) $130.00

(g) If the additional fees required by paragraphs
(b), (c), and (d) of this section are not paid on presen
tation of the claims for which the additional fees are
due, they must be paid or the claims cancelled by
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amendment,prior to the expiration of the time period
set for reply by the Office in any notice of fee defi
ciency.

(35 U.S.C. 6, 376)

[52 FR20050, May 28,1987, effective July 1, 1987;
paras. (a)(I) - (3), (b), (d)- (f), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; para. (a)(5) added, 56FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; revised, 56 FR
65142,Dec. 13, 1991, effective Dec. 16, 1991; paras.
(a)(I)-(a)(3), (a)(5) and (b)-(d), 57 FR 38190, Aug. 21,
1992, effective Oct. I, 1992; para. (e) amended, 58 FR
4335, Jan. )4, 1993, effective May I, 1993; paras. (a), (b)
and (d), 59 FR 43736, Aug. 25, 1994, effective Oct. I,
1994; paras. (a), (b), & (d) amended, 60 FR 41018, Aug.
l'l , 1995, effective, Oct. I, 1995; paras. (a), (b), & (d)
amended, 61 FR 39585, July 30, 1996, effective Oct. I,
1996; paras. (a), (b), & (d) amended, 62 FR 40450,July 29,
1997, effective Oct. I, 1997; para. (g) added, 62FR 53131,
Oct. 10, 1997, effective Dec. I, 1997; paras. (a)-(d) revised,
63 FR 67578, Dec. 8, 1998, effective Nov. 10, 1998; para.
(a)(2) revised, 64 FR 67774, Dec. 3, 1999, effective Dec.
29,1999; paras. (a), (b) and (d) revised, 65 FR 49193,Aug.
11, 2000, effective Oct. I, 2000; paras. (a)-(e) revised, 65
FR 78958,Dec. 18,2000]

§ 10494 Entering the national stage in the United
States of America as a designated office.

(a) Where the United States of America has not
been elected by the expiration of 19 months from the
priority date (see § 1,495), the applicant must fulfill
the requirements ofPCT Article 22 and 35U.S.C, 371
within the time periods set forth in paragraphs (b) and
(c) of this section in order to prevent the abandonment
of the international application as to the United States
of America. International applications for which those
requirements are timely fulfilled will enter the
national stage and obtain an examination as to the pat
entability of the invention in the United States of
America.

(b) To avoid abandonment of the application,
the applicant shall furnish to the United States Pateut
and Trademark Office not later than the expiration of
20 months from the priority date;

(1) A copy of the international application,
unless it has been previously communicated by the
International Bureau or unless it was origiually filed
in the United States Patent and Trademark Office; and

(2) The basic national fee (see § 1:492(a».
The lO-month time limit may not be extended.

(c) If applicant complies with paragraph (b) of
this section before expiration of 20 months from the
priority date but omits:

(I) A translation of the international applica
tion, as filed, into the English language, if it was orig
inally filed in another language (35 U.S.C. 371(c)(2»
and/or

(2) The oath or declaration of the inventor
(35 U.S.C. 371(c)(4); see § 1.497), and a declaration
of inventorship in compliance with § 1.497 has not
been previously submitted in the international appli
cation under PCT Rule 4.17(iv) within the time limits

provided forin the PCT Rule 26Ier.l, applicant will be
so notified and given a period of time within which to
file the translation and/or oath or declaration in order
to prevent abandonmeut of the application. The pay
ment of the processing fee set forth in § 1:492(f) is
required for acceptance of an English translation later
than the expiration of 20 months after the priority
date.: The payment of the surcharge set forth in
§ 1,492(e) is required for acceptance of the oath or
declaration ofthe inventor later than the expiration of
20 months after the priority date. A "Sequence List
ing" need not be translated if the "Sequence Listing"
complies with PCT Rule 12.I(d) and the description
complies with PCT Rule 5.2(b).

(d) A copy of any amendments to the claims
made under PCT Article 19, and a translatiou of those
amendments into English, if they were made in
another language, must be furnished not later than the
expiration of 20 months from the priority date.
Amendments under PCT Article 19 which are not
received by the expiration of 20 months from the pri
ority date will be considered to be cancelled. The 20
month time limit may not be extended.

(e) Verification of the translation of the interna
tional application or any other document pertaining to
an international application may be required where it
is considered necessary, if the international applica
tion or other document was filed in a language other
than English.

(f) The documents and fees submitted under
paragraphs (b) and (c) of this section must, except for
a copyof the international publication or translation
of the international application that is identified as
providedin § 1:417, be clearly identified as a submis
sion to enter the national stage under 35 U.S.C. 371:
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Otherwise, the submission will be considered as being
made under 35 U.S.C. 111(a).

(g) An international application becomes aban
doned as to the United States 20 months from the pri
ority date if the requirements of paragraph (b) of
this section have not been complied with within
20 months from the priority date where the United
States has been designated but not elected by the expi
ration of 19 months from the priority date. If the
requirements of paragraph (b) of this section are com
plied with within 20 months from the Priority date but
any required translation of the international applica
tion as filed and/or the oath or declaration are not
timely filed, an international application will become
abandoned as to the United States upon expiration of
the time period set pursuant to paragraph (c) of this
section.

[Added 52 FR 20050, May 28, 1987; paras. (a) - (d)
and(g) amended andpara. (h)deleted, 58FR 4335, Jan. 14,
1993, effective May I, 1993; para. (c) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. I, 1997; para (c)
revised, 63 FR 29614, June 1, 1998, effective, July I, 1998
(adopted as final, 63 FR 66040, Dec. 1, 1998); para (f)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29,
2000; para. (c)(2) revised, 66 fR 16004,. Mar. 22, 2001,
effective Mar. 1,2000; para. (c)(2) corrected, 66 FR 28053,
May22,2001, effective Mar. 22, 2001]

§ 1.495 Entering the national stage in the United
States of America as an elected office.

(a) Where the United States of America has
been elected by the expiration of 19 months from the
priority date, the applicant must fulfill the require
ments of 35 U.S.C. 371 within the time periods set
forth in paragraphs (b) and (c) of this section in order
to prevent the abandonment of the international appli
cation as to the United States of America. Interna
tional applications for which those requirements are
timely fulfilled will enter the national stage and obtain
an examination as to the patentability of the invention
in the United States of America.

(b) To avoid abandonment of the application,
the applicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of
30 months from the priority date:

(1) A copy of the international application,
unless it has been previously communicated by the

International Bureau or nnless it was originally filed
in the United States Patent and Trademark Office; and

(2) The basic national fee (see § 1.492(a)).
The 30-month time limit may not be extended.

(c) If applicant complies with paragraph (b) of
this section before expiration of 30 months from the
priority date but omits:

(1) A translation of the international applica
tion, as filed, into the English language, if it was orig
inally filed in another language (35 U.S.c. 371(c)(2))
and/or

(2) The oath or declaration of the inventor
(35 U.S.c. 371(c)(4); see § 1.497), and a declaration
of inventorship in compliance with § 1.497 has not
been previously submitted in the international appli
cation under PCT Rule 4.17(iv) within the time limits

provided for in PCT Rule 26'er.l, applicant will be so
notified and given a period of time within which to
file the translation and/or oath or declaration in order
to prevent abandonment of the application. The pay
ment of the processing fee set forth in § 1.492(f) is
required for acceptance of an English translation later
than the expiration of 30 months after the priority
date. The payment of the surcharge set forth in
§ 1.492(e) is required for acceptance of the oath or
declaration of the inventor later than the expiration of
30 months after the priority date. A "Sequence List
ing" need not be translated if the "Sequence Listing"
complies with PCT Rule 12.1(d) and the description
complies with PCT Rule 5.2(b).

(d) A copy of any amendments to the claims
made under PCT Article 19, and a translation of those
amendments into English, if they were made in
another language, must be furnished not later than the
expiration of 30 months from the priority date.
Amendments nnder PCT Article 19 which are not
received by the expiration of 30 months from the pri
ority date will be considered to be cancelled. The 30
month time limit may not be extended.

(e) A translation into English of any annexes to
the international preliminary examination report, if
the annexes were made in another language, must be
furnished not later than the expiration of 30 months
from the priority date. Translations of the annexes
which are not received by the expiration of 30 months
from the priority date may be submitted within any
period set pursuant to paragraph (c) of this section
accompanied by the processing fee set forth in
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§ 1.492(f). Annexes for which translations are not
timely received will be considered cancelled. The 30
month time limit may not be extended.

(f) Verification of the translation of the interna
tional application or any other document pertaining to
an international application may be required where it
is considered necessary, if the international applica
tion or other document was filed in a language other
than English.

(g) The documents and fees submitted under
paragraphs (b) and (c) of this section must, except for
a copy of the international publication or translation
of the international application that is identified as
provided in § 1.417 be clearly identified as a submis
sion to enter the national stage under 35 U.S.C. 371.
Otherwise, the submission will be considered as being
made under 35 U.S.C. 111(a).

(h) An international application becomes aban
doned as to the United States 30 months from the pri
ority date if the requirements of paragraph (b) of
this section have not been complied with within
30 months from the priority date and the United States
has been elected by the expiration of 19 months from
the priority date. If the requirements of paragraph (b)
of this section are complied with within 30 months
from the priority date but any required translation of
the international application as filed and/or the oath or
declaration are not timely filed, an international appli
cation will become abandoned as to the United States
upon expiration of the time period set pursuant to
paragraph (c) of this section.

[Added 52 FR 20051, May 28, 1987, effective July 1,
1987; paras. (a) -(e) & (h) amended and para. (i) deleted,
58 FR 4335, Jan. 14, 1993, effective May 1, 1993; para. (c)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para (c) revised, 63 FR 29614, June 1, 1998, effec
tive July 1, 1998 (adopted as final, 63 FR 66040, Dec. 1,
1998), para. (g) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para. (c)(2) revised, 66 FR 16004,
Mar. 22,2001, effective Mar. 1,2001 para. (c)(2) corrected,
66 FR 28053, May 22, 2001, effective Mar. 22, 2001]

§ 1.496 Examination of international applica
tions in the national stage.

(a) International applications which have com
plied with the requirements of 35 U.S.C. 371(c) will
be taken up for action based on the date on Which

such requirements were met. However, unless an
express request for early processing has been filed
under 35 U.S.c. 371(f), no action may be taken prior
to one month after entry into the national stage.

(b) A national stage application filed under
35 U.S.C. 371 may have paid therein the basic
national fee as set forth in § 1.492(a)(4) if it contains,
or is amended to contain, at the time of entry into the
national stage, only claims which have been indicated
in an international preliminary examination report
prepared by the United States Patent and Trademark
Office as satisfying the criteria of PCT Article 33(1)
(4) as to novelty, inventive step and industrial applica
bility. Such national stage applications in which the
basic national fee as set forth in § 1.492(a)(4) has
been paid may be amended subsequent to the date of
entry into the national stage only to the extent neces
sary to eliminate objections as to form or to cancel
rejected claims. Such national stage applications
in which the basic national fee as set forth in
§ 1.492(a)(4) has been paid will be taken up out of
order.

[Added 52 FR 20051, May 28, 1987, effective July 1,
1987]

§ 1.497 Oath or declaration nnder 35 U.S.C.
371(c)(4).

(a) When an applicant of an international appli
cation desires to enter the national stage under
35 U.S.C. 371 pursuant to §§ 1.494 or 1.495, and a
declaration in compliance with this section has not
been previously submitted in the international appli
cation under PCT Rule 4.17(iv) within the time limits

provided for in PCT Rule 26'er.l, he or she must me
an oath or declaration that:

(1) Is executed in accordance with either
§§ 1.66 or 1.68;

(2) Identifies the specification to which it is
directed;

(3) Identifies each inventor and the country
of citizenship of each inventor; and

(4) States that the person making the oath or
declaration believes the named inventor or inventors
to be the original and first inventor or inventors of the
subject matter which is claimed and for which a
patent is sought.
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(b)(1) The oath or declaration must be made by
all of the actual inventors except as provided for in
§§ 1.42, 1.43 or 1.47.

(2) If the person making the oath or declara
tionor any supplemental oath or declaration is not the
inventor (§§ 1.42; 1.43, or§ 1.47), the oath or declara
tion shall state the relationship of the person to the
inventor, and,upon information and belief, the facts
which the inventor would have been required to state,
Ifthe person signing the oath or declaration is the
legal representative of a deceased inventor, the oath or
declaration shall also state that the person is a legal
representative and the citizenship, residence and mail
ing address of the legal representative.

(c) Subject to paragraph (f) of this section, if
the oath or declaration meets the requirements of
paragraphs (a) and (b) of this section, the oath or dec
laration will be accepted as complying with 35 U.S.c.
371(c)(4) and §§ 1.494(c) or 1.495(c). However, ifthe
oath or declaration does not also meet the require
ments of § 1.63, a supplemental oath or declaration in
compliance with § 1.63 or an application data sheet
will be required in accordance with § 1.67.

(d) If the oath or declaration filed pursuant to
35 U.S.C. 371(c)(4) and this section names an inven
tive entity different from the inventive entity set forth
in the international application, or a change to the
inventive entity has been effected under PCT Rule

92bis subsequent to the execution of any declaration
which was filed under PCT Rule 4.17(iv), the oath or
declaration must be accompanied by:

(I) A statement from each person :being
added as an inventor and from each person being
deleted as an inventor that any error in inventorship in
the international application occurred without decep
tive intention on his or her part;

(2) The processing fee set forth in § 1.I7(i);
and

(3) If an assignment has been executed by
any of the original named inventors, the written con
sent ofthe assignee (see § 3.73(b) of this chapter).

(e) The Office may require such other informa
tion as.may be deemed appropriate under the particu
lar circumstances surrounding the correction of
inventorship.

(f) A new oath or declaration in accordance
with this section must be filed to satisfy 35 u.s.e.

371(c)(4) if the declaration was filed under peT Rule
4.17(iv), and:

(I) There was a change in the international
filing date pursuant to peT Rule 20.2 after the decla
ration was executed; or

(2) A change in the inventive entity was

effected under peT Rule 92bis after the declaration
was executed.

(g) If a priority claim has been corrected or

added pursuant to peT Rule 26bis during the interna
tional stage after the declaration of inventorship was
executed in the international application under peT
Rule 4.17(iv), applicant will be required to submit
either a new oath or declaration or an application data
sheet as set forth in § 1.76 correctly identifying the
application upon which priority is claimed.

[Added 52 FR 20052, May 28, 1987, effective July 1,
1987; paras. (a) and (b) revised and para. (c) added, 61 FR
42790,Aug. 19, 1996,effectiveSept. 23,1996; para. (b)(2)
revised and paras. (d)and (e) added, 65 FR 54604,Sept. 8,
2000, effectiveNov. 7, 2000; paras. (a), (c), and (d) revised
and paras. (I) and (g) added, 66 FR 16004,Mar. 22, 2001,
effectiveMar. 1, 2001;para. (a)(1)corrected, 66 FR 28053,
May 22, 2001, effectiveMar.22, 2001]

§ 1.499 Unity of Invention durlng the national
stage.

If the examiner. finds that a national stage applica
tionlacks unity of invention under § 1.475, the exam
iner may in an Office action require the applicant in
the response to that action to elect the invention to
which the claims shall be.restricted. Such requirement
may be made before any action on the merits but may
be made at any time before the final action at the dis
cretion of the examiner. Review of any such require
ment is provided under §§ 1.143 and 1.144.

[Added 52 FR 20052,May 28, 1987, effective July 1,
1987; amended, 58 FR 4335, Jan. 14,' 1993, effective May
1, 1993]

Subpart D - Ex Parte Reexamination
of Patents

CITATION OF PRIOR ART

§ 1.501 Citation of prior art ill patent files.
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(a) At any time during the period of enforce
ability of a patent, any person may cite, to the Office
in writing, prior art consisting of patents or printed
pnblications which that person states to be pertinent
and applicable to the patent and believes to have a
bearing on the patentability of any claim of the patent.
If the citation is made by the patent owner, the expla
nation of pertinency and applicability may include an
explanation of how the claims differ from the prior
art. Such citations shall be entered in the patent file
except as set forth in §§ 1.502 and 1.902.

(b) If the person making the citation wishes his
or her identity to be excluded from the patent file and
kept confidential, the citation papers must be submit
ted without any identification of the person making
the submission.

(c) Citation of patents or printed publications
by the public in patent files should either: (I) Reflect
that a copy of the same has been mailed to the patent
owner at the address as provided forin§ 1.33(c); or in
the event service is not possible (2) Be filed with the
Office in duplicate.

[46 FR 29185, May 29, 1981, effective July 1, 1981;
para. <a) revised, 65 FR 76756, Dec.7,2000, effective Feb.
5,2001]

§ 1.502 Processing of prior art citations during
an ex parte reexamination proceeding.

Citations by the patent owner under § 1.555 and by
an ex parte reexamination requester under either
§ 1.510 or § 1.535 will be entered in the reexamina
tion file during a reexamination proceeding. The entry
in the patent file of citations submitted after the date
of an order to reexamine pursuant to § 1.525 by per
sons other than the patent owner, or an ex parte reex
amination requester under either § 1.510 or § 1.535,
will be delayed until the reexamination proceeding
has been terminated. See § 1.902 for processing of
prior art citations in patent and reexamination files
during an inter partes reexamination proceeding filed
under § 1.913.

[Added 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

REQUEST FOR EX PARTE REEXAMINATION

§ 1.510 Request for ex parte reexamination.

(a) Any person may, at any time during the
period of enforceability of a patent, file a request for
an ex parte reexamination by the Office of any claim
of the patent on the basis of prior art patents or printed
publications cited under § 1.501. The request must be
accompanied by the fee for requesting reexamination
set in § 1.20(c)(I).

(b) Any request for reexamination must include
the following parts:

(I) A statement pointing out each substantial
new question of patentability based on prior patents
and printed publications.

(2) An identification of every claim for
which reexamination is requested, and a detailed
explanation of the pertinency and manner of applying
the cited prior art to every claim for which reexamina
tion is requested. If appropriate the party requesting
reexamination may also point out how claims distin
guish over cited prior art.

(3) A copy of every patent or printed publica
tion relied upon or.referred to in paragraph (b)(1) and
(2) of this section accompanied by an English lan
guage translation of all the necessary and pertinent
parts of any non-English language patent or printed
publication.

(4) A copy of the entire patent including the
front face, drawings, and specification/claims (in dou
ble column format) for which reexamination is
requested, and a copy of any disclaimer, certificate of
correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written
on only one side of a sheet of paper.

(5) A certification that a copy of the request
filed by a person other than the patent owner has been
served in its entirety on the patent owner at the
address as provided for in § 1.33(c). The name and
address of the party served must be indicated. If ser
vice was not possible, a duplicate copy must be sup
plied to the Office.

(c) If the request does not include the fee for
requesting reexamination or all of the parts required
by paragraph (b) of this section, the person identified
as requesting reexamination will be so notified and
given an opportunity to complete the request within a
specified time. If the fee for requesting reexamination
has been paid but the defect in the request is not cor
rected within the specified time, the determination
whether or not to institute reexamination will be made
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on the reqnest as it then exists. If the fee for request
ing reexamination has not been paid, no determination
will be made and the reqnest will be placed in the
patent file as a citation if it complies with the require
ments of § 1.501(a).

(d) The filing date of the reqnestis:
(l) The date on which the request including

the entire fee for requesting reexamination is received
in the Patent and Trademark Office; or

(2) The date on which the .last portion of the
fee for.requesting reexamination is received.

(e) A request filed by the patent owner may
include a proposed amendment in accordance with §
1.530.

(f) If a request is filed by an attorney or agent
identifying another party on whose behalf the request
is being filed, the attorney or agent must have a power
of attorney from that party or be acting in a represen
tative capacity pursuant to § 1.34(a).

[46 FR 29185, May 29, 1981, effective July 1, 1981;
para. (a), 47 FR 41282, Sept. 17, 1982, effective Oct. 1,
1982; para. (e) revised, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997; paras. (b)(4) and (e) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000;. heading and
para. (a) revised, 65 FR 76756, Dec.7, 2000,effective Feb.
5,2001]

§ 1.515 Determination of the request for ex parte
reexamination.

(a) Within three months following the filing
date of a request for an ex parte reexamination, an
examiner will consider the request and determine
whether Or not a substantial new question of patent
ability affecting any claim of the patent is raised by
the request and the prior art cited therein, with or
without consideration of other patents or printed pub
lications. The examiner's determination will be based
on the claims in effect at the time of the determina
tion, will become a part of the official file of the
patent, and will be mailed to the patent owner at the
address as provided for in § 1.33(c) andto the person
requesting reexamination.

(b) Where no substantial new question of pat
entability has been found,a refund of a portion of the
fee for requesting ex parte reexamination will be
made to the requesterin accordance with.§ 1.26(c).

(c) The requester may seek review by a .petition
to the Commissioner under § 1.181 within one month

of the mailing date of the examiner's determination
refusing ex parte reexamination. Any snch petition
must comply with § 1.181(b). If no petition is timely
filed or if the decision on petition affirms that no sub
stantial new question of patentability has been raised,
the determination shall.be final and nonappealable.

[46 FR 29185, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec.7, 2000, effective Feb.5, 2001]

§ 1.520 Ex parte reexamination at the initiative of
the Commissioner.

The Commissioner, at any time during the period
of enforceability of a patent, may determine whether
or not a substantial new question of patentability is
raised by patents or printed publications which have
been .discovered by the Commissioner or which have
been brought to the Commissioner's attention, even
though no request for reexamination has been filed in
accordance with § 1.510 or § 1.913. The Commis
sioner may initiate ex parte reexamination without a
request for reexamination pursuant to § 1.510 or
§ 1.913. Normally requests from outside the Office
that the Commissioner undertake reexamination on
his own initiative will not be considered. Any deter
mination to initiate ex parte reexamination under this
section will become a part of the official file of the
patent and will be mailed to the patent owner at the
address as provided for in § 1.33(c).

[46 FR29186, May 29, 1981, effective July I, 1981;
revised, 65 FR 76756, Dec.7, 2000,effective Feb.5, 2001]

EX PARTEREEXAMINATION

§ 1.525 Order for ex parte reexamination.
(a) If a substantial new question of patentability

is found pursuant to § 1.515 or § 1.520, the determina
tion will include an order for ex parte reexamination
of the patent for resolution of the question. If the order
for ex parte reexamination resulted from a petition
pursuant to § 1.515(c), the ex parte reexamination
will ordinarily be conducted by an examiner other
than the examiner responsible for the initial determi
nation under § 1.515(a).

(b) The notice published in the Official Gazette
under § 1.11(c) will be considered to be constructive
notice and ex parte reexamination will proceed.
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Changes shown by markings. Any changes
to the patent being reexamined which are

[46 FR 29186, May 29, 1981, effective July 1, 1981;
heading and paras. (a) and (h) revised, 65 FR76756, Dec.
7,2000, effectiveFeb. 5, 2001]

§ 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent
owner in ex parte or inter partes reexami
nation; inventorship change in ex parte or
inter partes reexamination.

(a) Except as provided in § 1.51O(e), no state
ment or other response by the patent owner in an ex
parte reexamination proceeding shall be filed prior to
the determinations made in accordance with § 1.515
or § 1.520. If a premature statement or other response
is filed by the patent owner, it will not be acknowl
edged or considered in making the determination.

(b) The order for ex parte reexamination wilI
set a period of not less than two months from the date
of the order within which the patent owner may file a
statement on the new question of patentability,includ
ing any proposed amendments the patent owner
wishes to make.

(c) Any statement filed by the patent owner
shall clearly point out why the subject matter as
claimed is not anticipated or rendered obvious by the
prior art patents or printed publications, either alone
or in any reasonable combinations. Where the reex
amination request was filed by a third party requester,
any statement filed by the patent owner must be
served upon the ex parte reexamination requester in
accordance with § 1.248.

(d) Making amendments in a reexamination
proceeding. A proposed amendment in an exparte Or
an inter partes reexamination proceeding is made by
filing a paper directing that proposed specified
changes be made to the patent specification, including
the claims, or to the drawings. An amendment paper
directing that proposed specified changes be made in
a reexamination proceeding may be submitted as an
accompaniment to a request filed by the patent owner
in accordance with § 1.51O(e), as part of a patent
owner statement in accordance with paragraph (b) of
this section, or, where permitted, during the prosecu
tion of the reexamination proceeding pursuant to
§ 1.550(a) or§1.937.

(I) Specification other than the claims.
Changes to the specification, other than to the claims,
must be made by submission of the entire text of an

added or rewritten paragraph including markings pur
suant to paragraph (f) of this section, except that an
entire paragraph may be deleted by a statement delet
ing the paragraph, without presentation of the text of
the paragraph. The precise point in the specification
must be identified where any added or rewritten para
graph is located. This paragraph applies whether the
amendment is submitted on paper or compact disc
(see §§ 1.96 and 1.825).

(2) Claims. An amendment paper must
include the entire text of each patent claim which is
being proposed to be changed by such amendment
paper and of each new claim being proposed to be
added by such amendment paper. For any claim
changed by the amendment paper, a parenthetical
expression "amended," "twice amended," etc., should
follow the claim number. Each patent claim proposed
to be changed and each proposed added claim must
include markings pursuant to paragraph (f) of this sec
tion, exc~h~that a patent claim or proposed. added
claim sho,1!~ilAi1:>ecanceled by a statement cancelmg the
claim, witlt~iil presentation of the text of the claim.

(3) Drawings, Any change to the patent
drawings must be submitted as a sketch on a separate
paper showing the proposed changes in red for
approval by the examiner. Upon approval of the
changes by the examiner, only new sheets of drawings
including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
"Amended," and any added figure must be identified
as "New." In the event a figure is canceled, the figure
must be surrounded by brackets and identified as
"Canceled."

(4) The formal requirements for papers mak
ing up the reexamination proceeding other than those
set forth in this section are set out in § 1.52.

(e) Status of claims and support for claim
changes. Whenever there is an amendment to the
claims pursuant to paragraph (d) of this section, there
must also be supplied, on pages separate from the
pages containing the changes, the status (i.e., pending
or canceled), as of the date of the amendment, of all
patent claims and of all added claims, and an explana
tion of the support in the disclosure of the patent for
the changes to the claims made by the amendment
paper.

(f)
relative
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made to.the specification; includingtheclaims, must
include the following markings:

(1) The matter to be omitted by the reexami
nation proceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamina
tion proceeding must be underlined.

(g) . Numbering of patent claims' preserved.
Patent claims may not be renumbered. The numbering
of aoy claims added In the reexamination proceeding
must follow the number of the highest numbered
patent claim.

(h) Amendment of disclosure may be required.
The disclosure must be amended. when required by
the Office, to correct inaccuracies of description aod
definition,and to secure substantial correspondence
between the claims, the remainder of the specifica
tion, and the drawings.

(i) Amendments made relative to patent. All
amendments must be made relative to the patent spec"
ification,inclllding the claims, and drawings, which
are in effect as of the date of filing the 'request for
reexamination.

(j) No enlargement of claim scope. No amend
ment may enlarge the scope of the claims of the patent
orintroduce new matter. No amendment may be pro
posed for entty in an expired patent. Moreover, no
amendment, other than thecancellation of claims, will
be incorporated into the patent bya certificate issued
after the expiration of the patent.

(k)": Amendments not effectiveulltil. certificate.
Although the Office actions-will treat proposed
amendments as though they have been entered, the
proposed amendments will not be effective uIitil the
reexamination certificate is issued.

(1) Correction of inventorship in an ex parte or
inter partes reexamination proceeding.

(1) When it appears in a patentbeingreex
amined that the correct inventor or inventors were not
named through error without deceptive intention on
the part of the actual inventor orinventors, the Com
missioner may, on petition of all the parties set forth
in § 1.324(b)(I)-(3), including the assignees, and sat
isfactory proof of the facts and payment of the fee set
forth in § 1.20(b), or on order of a court before which
such matter is called in question, include in the rcex
amination certificate to be issued under § 1.570 or
§ 1.977 ao amendment naming only the actual inven
tor or inventors. The. petition must be .submitted. as

part of the reexamination proceeding and must satisfy
the requirements of§ 1.324.

(2) Notwithstanding the preceding para
graph (1)(1) of this section, if a petition to correct
inventorship satisfying the requirements of § 1.324 is
filedin areexamination proceeding, aod the reexami
nation proceeding is terminated other thao by a reex
amination certificate under § 1.570 or. § 1.977, a
certificate of correction indicating the change of
inventorship stated in the petition will be issued upon
request by the patentee.

[46 FR29186, May 29, 1981, effective July 1, 1981;
para. (d) revised, para. (e) removed; 62 FR 53131, Oct. 10,
1997,effective Dec..1, 1997;heading and para. (d) revised,
65FR 54604, Sept. 8,2000, effective Nov. 7, 2000; paras.
(e) through (1) added, 65 FR 54604, Sept. 8, 2000,effective
Nov. 7, 200q;heading, paras. (aHc), Para. (d)introductory
text and para. (1)revised, 65 FR 76756,Dec. 7, 2000,effec
tive Feb. 5, 2001]

§ 1.535 Reply.by third partyrequester in ex parte
reexamination.

Areply tothe patent owner's statement under
§ 1.530 maybe. filed by the ex parte reexamination
requester within two monthsfrom the date of service
of the patentowner's statement. Any reply by .the ex
parte requester must be served uponthe patent owner
in accordaoce with § 1.24~. If the patent owner does
not file a statement under § 1.530, no reply or other
submiss\on from the ex parte reexamination requester
will be considered. .

. [46·FR 29186, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effectiveFeb: 5, 2001]

§ 1.540 Consideration of responses in ex parte
reexamination,

The failureto timely file or serve the documents
Set forth in § 1.530 orin §1.535 may result in their
being refused consideration. No submissions other
than the statement pursuantto§ 1.530:lIid the reply
by the ex parte reexamination requester pursuant to
§ 1.535 will be considered prior to examination.

[46F1U9186, May 29, 1981, effective July 1, 1981;
revised, 65 FR 76756,Dec. 7,2000, effective Feb. 5,2001]

§ 1.550 Conduetofex parte reexamination pro
ceedings.
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(a) All ex parte reexamination proceedings,
including any appeals to the Board of Patent Appeals
and Interferences, will be conducted with special dis
patch within the Office. After issuance of the ex parte
reexamination order and expiration of the time for
submitting any responses, the examination will be
conducted in accordance with §§ 1.104 through 1.116
and will result in the issuance of an ex parte reexami
nation certificate under § 1.570.

(b) The patent owner in an ex parte reexamina
tion proceeding will be given at least thirty days to
respond to any Office action. In response to any rejec
tion, such response may include further statements
and/or proposed amendments or new claims to place
the patent in a condition where all claims, if amended
as proposed, would be patentable.

(c) The time for taking any action by a patent
owner in an ex parte reexamination proceeding will
be extended only for sufficient cause and for a reason
able time specified. Any request for such extension
must be filed on or before the day on which action by
the pateut owner is due, but in no case will the mere
filing of a request effect any extension. See § 1.304(a)
for extensions of time for filing a notice of appeal to
the U.S. Court of Appeals for the Federal Circuit or
for commencing a civil action.

(d) If the patent owner fails to file a timely and
appropriate response to any Office action or any writ
ten statement of an interview required under
§ 1.560(b), the ex parte reexamination proceeding
will be terminated, and the Commissioner will pro
ceed to issue a certificate under § 1.570 in accordance
with the last action of the Office.

(e) If a response by the patent owner is not
timely filed in the Office,

(I) The delay in filing such response may be
excused if it is showu to the satisfaction of the Com
missioner that the delay was unavoidable; a petition to
accept an unavoidably delayed response must be filed
in compliance with § 1.137(a); or

(2) The response may nevertheless be
accepted if the delay was unintentional; a petition to
accept an unintentionally delayed response must be
filed in compliance with § 1.137(b).

(f) The reexamination requester will be sent
copies of Office actions issued during the ex parte
reexamination proceeding. After filing of a request for
ex parte reexamination by a third party requester, any

document filed by either the patent owner or the third
party requester must be served on the other party in
the reexamination proceeding in the manner provided
by § 1.248. The document must reflect service or the
document may be refused consideration by the Office.

(g) The active participation of the ex parte reex
amination requester ends with the reply pursuant to
§ 1.535, and no further submissions on behalf of the
reexamination requester will be acknowledged or con
sidered. Further, no submissions on behalf of any
third parties will be acknowledged or considered
unless such submissions are:

(I) in accordance with § 1.510 or § 1.535; or
(2) entered in the patent file prior to the date

of the order for ex parte reexamination pursuant to
§ 1.525.

(h) Submissions by third parties, filed after the
date of the order for ex parte reexamination pursuant
to § 1.525, must meet the requirements ofand will be
treated in accordance with § 1.501(a).

[46 FR 29186, May 29, 1981, effective July 1, 1981;
para. (c), 49 FR 556, Jau. 4, 1984, effective Apr. 1, 1984;
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (c),54 FR 29553, July 13, 1989, effective Aug.
20, 1989; paras. (a), (b), & (e) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; paras. (a) and(b) revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
revised, 65 FR 76756, Dec.7, 2000, effective Feb.5, 2001]

§ 1.552 Scope of reexamination in ex parte reex
amination proceedings.

(a) Claims in an ex parte reexamination pro
ceeding will be examined on the basis of patents or
printed publications and, with respect to subject mat
ter added or deleted in the reexamination proceeding,
on the basis of the requirements of 35 U.S.C. 112.

(b) Claims in an ex parte reexamiuation pro
ceeding will not be permitted to enlarge the scope of
the claims of the patent.

Cc) Issues other than those indicated in para
graphs (a) and (b) of this section will not be resolved
in a reexamination proceeding. If such issues are
raised by the patent owner or third party requester
during a reexamination proceeding, the existence of
such issues will be noted by the examiner in the next
Office action, in which case the patent owner may
consider the advisability of filing a reissue application
to have such issues considered and resolved.

R-137 August 2001



§ 1.555 MANUALOF PATENT EXAMINING PROCEDURE

[46 FR 29186, May 29, 1981; effective JUly 1, 1981;
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,2001]

§ 1.555 Informatlon material topatentabilfty in
ex parte reexamination and inter partes
reexamination proceedings.

(a) A patent by its very nature is affected with a
public interest. The public interest is best served, and
the most effective reexamination occurs when, at the
time a reexamination proceeding is being conducted,
the Office is aware of and evaluates the teachings of
all information material to patentability in a reexami
nation proceeding. Each individual associated with
the patent owner in a reexamination proceeding has a
duty of candor and good faith in dealing with the
Office, which includes a duty to disclose to the Office
all information known to that individual to be material
to patentability in a reexamination proceeding. The
individuals who have a duty to disclose to the Office
all information known to them to be material to pat
entability in a reexamination proceeding are the patent
owner, each attorney or agent who represents the
patent owner, and every other indiyidual who is sub
stantively involved on behalf of the patent owner in a
reexamina~on proceeding. The duty to disclose the
information exists with respect to each claim pending
in the reexamination proceeding until the. claim is
cancelled. Information material to the patentability of
a cancelled claim need not be submitted if the infor
mation is not material to patentability of any claim
remaining under consideration in the reexamination
proceeding; The duty to disclose all information
known to be material to patentability in a reexamina
tion proceeding is deemed to be satisfied if all infor
mation known to be material to patentability of any
claim in the patent after issuance of the reexamination
certificate was cited by the Office or submitted to the
Office in an information disclosure statement. How
ever, the duties of candor, good faith, and disclosure
have not been complied with if any fraud on the
Office was practiced or attempted or the duty of dis
closure was violated through bad faith or intentional
misconduct by, or on behalf of, the patent owner in the
reexamination proceeding. Any information disclo
sure statement must be filed with the items listed in
§ 1.98(a) as applied to individuals associated with the
patent owner in. a reexamination proceeding, and
should be filed within two months of the date of the

order for reexamination, or as soon thereafter as pos
sible;

(b) Under this section, information is material
to patentability in a reexamination proceeding when it
is not cumulative to information of record or being
made of record in the reexamination proceeding, and

(1) It is a patent or printed publication that
establishes, by itself or in combination with other pat
ents or printed publications, a prima facie case of
unpatentability of a claim; or

(2) It refutes. or is inconsistent with, a posi
tionthe patent owner takes in:

(i) Opposing an argument of unpatentabil-
ity relied on by the Office, or

. (ii) Asserting an argument of patentability.
A prima facie case of unpatentability of a claim pend
ing in a reexamination proceeding is established when
the information compels a conclusion that a claim is
unpatentable under the preponderance of evidence,
burden-of-proof standard, giving each term in the
claim its broadest reasonable construction consistent
with the specification, and before any consideration is
given to evidence which may be submitted in an
attempt to establish a contrary conclusion of patent
ability.

(c) The responsibility for compliance with this
section rests upon the.individuals designated in para
graph (a) of this section and no evaluation will be
made by the Office in the reexamination proceeding
as to compliance with this section. If questions of
compliance with this section are raised by the patent
owner or the third party requester during a reexamina
tion proceeding, they will be noted as unresolved
questions in accordance with § 1.552(c).

[46 FR 29187, May 29, 1981, effective July 1, 1981;
47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(a) and (b), 49 FR 556, Jan. 4,1984, effectiveApr. 1, 1984;
revised 57 FR 2021,Jau. 17, 1992,effectiveMar.16, 1992;
headiugand para. (c) revised, 65 FR 76756, Dec. 7, 2000,
effectiveFeb. 5, 2001]

§ 1.560 Interviews in ex parte reexamination pro
ceedings.

(a) Interviews in ex parte reexamination pro
ceedingspending before the Office between examin
ers and the owners of such patents or their attorneys
or agents of record must be conducted in the Office at
such times. within Office hours, as the respective
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examiners may designate. Interviews will not be per
mitted at any otber time or place witbont tbe autbority
of the Commissioner. Interviews for the discussion of
tbe patentability of claims in patents involved in ex
parte reexamination proceedings will not be con
ductedprior to the first official action. Interviews
should be arranged in advance. Requests that reexam
ination requesters participate in interviews witb exam
iners will not be granted.

(b) In every instance of an interview witb an
examiner in an ex parte reexamination proceeding, a
complete written statement of tbe reasons presented at
tbe interview as warranting favorable action must be
filed by the patent owner. An interview does not
remove the necessity for response to Office actions as
specified in § 1.111. Patent owner's response to an
outstanding Office action after the interview does not
remove tbe necessity for filing tbe written statement.
The written statement must be filed as a separate part
of a response to an Office action outstanding at the
time of the interview, or as a separate paper witbin
one montb from tbe date of the interview, whichever
is later.

[46 FR 29187, May 29, 1981, effective July I, 1981;
revised, 65 FR 76756, Dec. 7,2000, effective Feb.5, 2001]

§ 1.565 Concurrent office proceedings which
include an ex parte reexamination pro
ceeding.

(a) In an ex parte reexamination proceeding
before tbe Office, the patent owner must inform the
Office of any prior or concurrent proceedings in
which tbe patent is or was involved such as interfer
ences, reissues, ex parte reexaminations, inter partes
reexaminations, or litigation and the results of such
proceedings. See § 1.985 for notification of prior or
concurreut proceedings in an inter partes reexamina
tion proceeding.

(b) If a patent in the process of ex parte reexam
ination is or becomes involved in litigation, tbe Com
missioner shall determine whetber or not to suspend
tbe reexamination. See § 1.987 for inter partes reex
amination proceedings.

(c) If ex parte reexamination is ordered while a
prior ex parte reexamination proceeding is pending
and prosecution in the prior ex parte reexamination

proceeding has not been terminated, tbe ex parte reex
amination proceedings will be consolidated and result
in tbe issuance of a single certificate under § 1.570.
For merger of inter partes reexamination proceedings,
see § 1.989(a). For merger of ex parte reexamination
and inter partes reexamination proceedings, see
§ 1.989(b).

(d) If a reissue application and an ex parte reex
amination proceeding on which an order pursuant to
§ 1.525 has been mailed are pending concurrently on
a patent, a decision will normally be made to merge
the two proceedings or to suspend one of tbe two pro
ceedings. Where merger of a reissue application and
an ex parte reexamination proceeding is ordered, the
merged examination will be conducted in accordance
witb §§ 1.171 through 1.179, and the patent owner
will be required to place and maintain tbe same claims
in tbe reissue application and the ex parte reexamina
tion proceeding during tbe pendency of tbe merged
proceeding. The examiner's actions and responses by
tbe patent owner in a merged proceeding will apply to
botb tbe reissue application and tbe ex parte reexami
nation proceeding and be physically entered into both
files, Any ex parte reexamination proceeding merged
witb a reissue application shall be terminated by the
grant of tbe reissued patent. For merger of a reissue
application and an inter partes reexamination, see
§ 1.991.

(e) If a patent in the process of ex parte reexam
ination is or becomes involved in an interference, tbe
Commissioner may suspend the reexamination or tbe
interference. The Commissioner will not consider a
request to suspend an interference unless a motion
(§ 1.635) to suspend tbe interference has been pre
sented to, and denied by, an administrative patent
judge, and tbe request is filed witbin ten (10) days of a
decision by an administrative patent judge denying
the motion for suspension or such other time as tbe
administrative patent judge may set. For concurrent
inter partes reexamination and interference of a
patent, see § 1.993.

[46 FR 29187, May 29, 1981, effective July 1, 1981;
paras. (b) and (d), 47 FR 21753, May 19, 1982, effective
July 1, 1982; paras. (b) & (e), 49 FR 48416,Dec. 12, 1984,
50 FR 23123, May 31, 1985, effective Feb. 11, 1985; para
(a) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
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2000; revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

CERTIFICATE

§ 1.570 Issuance of ex parte reexamination certif
icate after ex parte reexamination pro-
ceedings. . .

(a) Upon the conclusion ofex parte reexamina
tion proceedings, the Commissioner will issue an ex
parte reexamination certificate in accordance with
35 U.S.c. 307 setting forth the results of the ex parte
reexamination proceeding. and the content of the
patent following the ex parte reexamination proceed
mg.

(b) An ex parte reexamination certificate will
be issued in each patent in which an ex parte reexami
nation proceeding has been ordered under § 1.525 and
has not been merged with any inter partes reexamina
tion proceeding pursuant to § 1.989(a). Any statutory
disclaimer filed by the patent owner willbe made part
of the ex parte reexamination certificate.

(c) The ex parte reexamination certificate will
be mailed on the day of its date to the patent owner at
the address as provided for in § 1.33(c). A copy of the
ex parte reexamination certificate will also be mailed
to the requester of the ex parte reexamination pro
ceeding.

(d) If an ex parte reexamination certificate has
been issued which cancels all of the claims of the
patent, no further Office proceedings will be con
ducted with that patent or any reissue applications or
any reexamination requests relating thereto.

(e) If the ex parte reexamination proceeding is
termipated by the grant of a reissued patent as pro
vided in § 1.565(d), the reissued patent will constitute
the ex parte reexamination certificate requited by this
section and 35 U.S.C. 307.

(f) A notice of the issuance of each ex parte
reexamination certificate under this section will be
published in the Official Gazette on its date of issu
ance.

[46 FR 29187, May 29, 1981, effective July I, 1981;
para, (e), 47FR 21753, May 19, 1982, effective July I,

1982; revised, 65 FR 76756; Dec. 7, 2000, effective Feb. 5,
2001]

Subpart E - Interferences

§ 1.601· Scope of rules, definitions.
This subpart governs the procedure in patent inter

ferences in the Patent and Trademark Office. This
subpart shall be construed to secure the just, speedy,
and inexpensive determination of every interference.
For the meaning of terms in the Federal Rules of Evi
dence as applied to interferences, see § 1.671(c).
Unless otherwise clear from the context, the following
definitions apply to this subpart:

(a) Additional discovery is discovery to which a
party may be entitled under § 1.687 in addition to dis
covery to which the party is entitled as a matter of
right under § 1.673(a) and (b).

(b) Affidavit means affidavit, declaration under
§ 1.68, or statutory declaration under 28 U.S.c.
§ 1746. A transcript of an ex parte deposition may be
used as an affidavit.

(c) Board means the Board of Patent Appeals
and Interferences.

(d). Case-in-chiefrneans that portion of a patty's
case where the party has the burden of going forward
with evidence.

(e) Case-in-rebuttal means that portion of a
party's case where the party presents evidence in
rebuttal to the case-in-chief of another party.

(f) A count defines the interfering subject mat
ter between two or more applications or between one
or more applications and one or more patents. When
there is more than one count, each count shall define a
separate patentable invention. Any claim of an appli
cation or patent that is designated to correspond to a
count is a claim involved in the interference within
the meaning of 35 U.S.C. 135(a). A claim of a patent
or application that is designated to correspond to a
count and is identical to the count is said to corre
spond exactly to the count. A claim of a patent or
application that is designated to correspond to a count
but is not identical to the count is said to correspond
substantially to the count. When a count is broader in
scope than all claims which correspond to the count,
the count is a phantom count.

(g) The effective filing date of an application is
the filing date of an earlier application, benefit of
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which is accorded to the application under 35 U.S.C.
119, 120, 121, or 365 or, if no benefit is accorded, the
filing date of the application. The effective filing date
of a patent is the filing date of an earlier application,
benefit of which is accorded to the patent under
35 U.S.C. 119, 120, 121, or 365 or, if no benefit is
accorded, the filing date of the application which
issued as the patent.

(h) In the case of an application, filing date
means the filing date assigned to the application. In
the case of a patent, "filing date" means the filing date
assigned to the application which issued as the patent.

(i) An interference is a proceeding instituted in
the Patent and Trademark Office before the Board to
determine any question of patentability and priority of
invention between two or more parties claiming the
same patentable invention.. An interference maybe
declared between two or more pending applications
naming different inventors when, in the opinion of an
examiner, the applications contain claims for the same
patentable invention. An interference may be declared
between one or more pending applications and one or
more unexpired patents naming different inventors
when, in the opinion of an examiner, any application
and any unexpired patent contain claims for the same
patentable invention.

(j) An interference-in-fact exists when at least
one claim of a party that is designated to correspond
to a count and at least one claim of an opponent that is
designatedto correspond to the count define the same
patentable invention.

(k) A lead attorney or agent is a registered
attorney or agent of record who is primarily responsi
ble for prosecuting an interference on behalf of a
party and is the attorney or agent whom an adminis
trative patent judge may contact to set times and take
other action in the interference.

(1) A party is an applicant or patentee involved
in the interference or a legal representative or an
assignee of record in the Patent and Trademark Office
of an applicant OL patentee involved in an interfer
ence. Where acts of a party are normally performed
by an attorney or agent, "party" may be construed to
mean the attorney or agent. An inventor is the individ
ual named as inventor in an application involved in an
interference or the individual named as inventor in a
patent involved in an interference.

(m) A senior party is the party with the earliest
effective filing date as to all counts or, if there is no
party with the earliest effective filing date as to all
counts, the party with the earliest filing date. A junior
party is any other party.

(n) Invention "A" is the same patentable inven
tion es an invention HB" when invention "A" is the
same as (35 U.S.C. 102) or is obvious (35 U.S.C. 103)
in view of invention "B" assuming invention HB" is
prior art with respect to invention "A". Invention "A"
is a separate patentable invention with respect to
invention "B" when invention "A" is new (35 U.S.C.
102) and non-obvious (35.U.S.C. 103) iu view of
invention "B" assuming invention "B" is prior art
with respect to invention "A".

(0) Sworn means sworn or affirmed.
(p) United States means the United States of

America, its territories and possessions.
(q) A final decision is a decision awarding

judgment as to all counts. An interlocutory order is
any other action taken by an administrative patent
judge or the Board in an interference, including the
notice declaring an interference.

(r) NAFTA country means NAFTA country as
defined in section 2(4) of the North American Free
Trade Agreement Implementation Act, Pub. L. 103
182, 107 Stat. 2060 (19 U.S.C. 3301).

(s) WTO member country means WTO member
country as defined in section 2(10) of the Uruguay
Round Agreements Act, Pub. L. 103-465, 108 Stat.
4813 (19 U.S.C. 3501).

[49 FR 48416, Dec. 12, 1984,effectiveFeb. 11, 1985;
50 FR 23123,May 31,1985; para. (q) added, 58 FR 49432,
Sept. 23, 1993, effective Oct. 25, 1993; paras. (I), (g), (j)
(n), and (q) revised,paras. (r) and (s) added, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995; para. (I) revised,
65 FR 56792, Sept. 20, 2000, effective Oct. 20, 2000;
(adopted as final, 65 FR 70489,Nov. 24, 2000)]

§ 1.602 Interest in applications and patents
involved in an interference.

(a) Unless good cause is shown, an interference
shall not be declared or continued between (1) appli
cations owned by a single party or (2) applications
and an unexpired patent owned by a single party.

(b) The parties, within 20 days after an interfer
ence is declared, shall notify the Board of any and all
right, title, and interest in any application or patent
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involved or relied upon in the interference unless the
right, title, and interest is set forth in the notice declar
ing the interference.

(c) If a change of any right, title, and interest in
any application or patent involved orrelied upon in
the interference occurs after notice is given declaring
the interference and before the time expires for seek
ing judicial review ofa final decision of the Board,
the parties shall notify the Board of the change within
20 days after the change.

[49 FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; para. (c) revised, so FR 14488, Mar: 11, 1995, effec
tive Apr. 21,1995]

§ 1.603 Interference between applications; .sub
ject matter of the interference.

Before an interference is declared between two or
more applications, the exaIIliner must be of the opin
ion that there isinterfering Subject matter claimed in
the applications which is patentable to eachapplicant
subject to a judgmeut in the interference. The interfer
ing subject matter shall be defined by one or more
counts. Ea~h application must contain, ofbe amended
to contain, at least one claim that is patentable over
the prior art and corresponds to each count. All claims
in the applications Which define thes~e patentable
invention as a count shall be designated to correspond
to the count.

[Added, 49 FR 48416, Dec. 12, 1984, effective Feb.
11, 1985; revised, 60 FR 14488, Mar. 17, 1995, effective
Apr. 21, 1995]

§ 1.604 Request for interference between appli
cations by an applicant.

(a) An applicant may seek to have an interfer
ence declared with an application ofanother by,

(I) Suggestilig a proposed Countarid present
ing; at least one claim corresponding to "the proposed
count or identifying at least one claim in its applica
tion that corresponds to the proposed count,

(2) Identifying the other application and, if
known, a claim in the other application which corre
sponds to the proposed count, and

(3) Explaining why an interference should be
declared"

(b) When an applicant presents a claim known
to the applicant to define the same patentable inven
tionclaimed in a pending application of another, the
applicant shall identify that pending application,
unless the claim is presented in response to a sugges
tion by the examiner. The examiner Shall notify the
ComIIlissioner of any instance where it appears an
applicant may have failed to comply with the provi
sions of this paragraph.

[49 FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; para. (a)(l) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr: 21, 1995]

§ 1.605 Suggestion ofclaim to applicant by
examiner.

(a) If no claim in an application is drawn to the
same patentable invention claimedin anotherapplica
lion or patent, the examiner may suggest that an. appli
cant present a claim drawn to an invention claimed in
another application or patent for the purpose of an
interference with another application or a patent. The
applicant to whom the claim is suggested shall amend
the application by presenting the suggested claim
within a time specifiedby the examiner, not less than
one month. Failure or refusal of an applicant to timely
present the snggested claim shall"be taken without
further action as a disclaimer by the applicant of the
invention defined by the snggested claim. At the time
the suggested claim is presented, the applicant may
also call" the examiner's attention to other claims
already In the application or presented with the sug
gested claim and explain why the other claims would
be more appropriate to be designated to correspond to
a countin any interference which maybe declared.

(b) The suggestion of a claim by the examiner
for the purpose of an interference will not stay the
period for response to any outstanding Office action,
When a suggested claim is timely presented, ex parte
proceedings in the application will be stayed pending
a determination of whether an interference will be
declared.

[49FR48416,Dec. 12, 1984, addedeffectiveFeb. 11,
1985; para. (a) revised, 60 FR 14488, Mar. 17, 1995, effec
live Apr. 21, 1995]
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§ 1.606 Interference between an application and
a patent; snbject matter of the interfer
ence.

Before an interference is declared between an
application and an nnexpired patent, an examiner
must determine that there is interfering subject matter
claimed in the application and the patent which is pat
entable to the applicant subject to a jndgment in the
interference. The interfering subject matter will be
defined by one or more counts. The application must
contain, or be amended to contain, at least one claim
that is patentable overthe prior art and corresponds to
each count. The claim in the application need not be,
and most often will not be, identical to a claim in the
patent. All claims in the application and patent which
define the same patentable invention as a count shall
be designated to correspond to the count.

[49FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995; revised, 65 FR 56792, Sept. 20,2000, effective
Oct. 20, 2000 (adopted as final, 65 FR 70489, Nov. 24,
2000)]

§ 1.607 Request by applicant for interference
with patent.

(a) An applicant may seek to have an interfer
ence declared between an application and an unex
pired patent by.

(1) Identifying the patent,

(2) Presenting a proposed count,

(3) Identifying at least one claim in the patent
corresponding to the proposed count,

(4) Presenting at least one claim correspond
ing to the proposed connt or identifying at least one
claim already pending in its application that corre
sponds to the proposed count, and, if any claim of the
patent or application identified as corresponding to
the proposed count does not correspond exactly to the
proposed connt, explaining why each such claim cor
responds to the proposed count, and

(5) Applying the terms of any application
claim,

(i) Identified as corresponding to the
count, and

(ii) Not previously in the application to the
disclosure of the application.

(6) Explaining how the requirements .of
35 U.S.C.135(b) are met, if the claim presented or
identified under paragraph (a)(4) of this section was
not present in the application until more than one year
after the issue date of the patent.

(b) When an applicant seeks an interference
with a patent, examination of the application, includ
ing any appeal to the Board, shall be conducted with
special dispatch within the Patent and Trademark
Office. The examiner shall determine whether there is
interfering subject matter claimed in the application
and the patent which is patentable to the applicant
subjectto a judgment in an interference. If the exam
iner determines that there is any interfering subject
matter, an interference will be declared. If the exam
iner determines that there is no interfering subject
matter, the examiner shall state the reasons why an
interference is not being declared and. otherwise act
on the application.

(c) When an applicant presents a claim which
corresponds exactly or substantially to a claim of a
patent, the applicant shall identify the patent and the
number of the patent claim, unless the claim is pre
sented in response to a suggestion by the examiner.
The examiner shall notify the Commissioner of any
instance where an applicant fails to identify the
patent.

(d) A notice that an applicant is seeking to pro
voke an interference with a patent will be placed in
the file of the patent and a copy of the notice will be
sent to the patentee. The identity of the applicant will
not be disclosed unless an interference is declared. If a
final decision is made not to declare an interference, a
notice to that effect will be placed in the patent file
and will be sent to the patentee.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a) amended, 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988; para. (a)(5)(i) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (a)(4)
revised, para. (a)(6) added, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.608 Interference between an application and
a patent; prima facie showing by appli
cant.

(a) When the effective filing date of an applica
tion is three months or less after the effective filing
date of a patent, before an interference will be
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declared, either the applicant or the applicant's attor
ney or agent of record shall file a statement alleging
that there is a basis upon which the applicant is enti
tled to a judgment relative to the patentee.

(b) When the effective filing date of an applica
tion is more than three months after the effective. fil
ing date of a patent, the applicant, before an
interference will be declared, shall file evidence
which may consist of patents or printed publications,
other documents, and one or more affidavits. which
demonstrate that applicant is prima facie entitled to a
judgment relative to the patentee and an explanation
stating with particularity the . basis upon which the
applicant is prima facie entitled. to the judgment,
Where the basis upon which an applicant is entitled to
judgment relative to apatentee is priority of inven
tion, the evidence shall include affidavits by the appli
cant, if possible, and one or more corroborating
witnesses, supported by documentary evidence, if
available, each setting out a factual description of acts
and circumstances performed or observed by the affi
ant, whichcollectively wouldprimatacie entitle the
applicant to judgment on priority with respect to the
effective filing date of the patent. To facilitateprepa
ration of a record (§ 1.653(g)) for final hearing, an
applicant should file affidavits on paper which is 21.8
by 27.9 em. (81/2 x 11 inches). The significance of
any printed publication or other document which is
self-authenticating within the meaning of Rule 902 of
the Federal Rules ofEvidence or §1.67l(d) and any
patent shall be discussed in an affidavit or the expla
nation. Any. printed publication or. other. docume11l
which is not self-authenticating shall be authenticated
and discussed with particularity in an affidavit. Upon
a showing of good cause, an affidavit may be based
on informationand belief. If an examiner finds an
application to be in condition for declaration of an
interference, the examiner will consider the evidence
and explanation only to the extent of detenriining
whether a basis upon which the application would be
entitled to a judgment relative to the patentee is
alleged and, if a basis is alleged; an interference may
be declared.

[49 FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995,effective Apr.
21, 1995]

§ 1.609 [Reserved]

[49 FR 48416, Dec. 12, 1984,addedeffective Feb. 11,
1985; paras. (b)(I)-(b)(3) revised, 60 FRI4488, Mar. 17,
1995, effective Apr. 21, 1995; removed and reserved, 65
FR 56792, Sept. 20, 2000,effectiveOct.20, 2000]

§ 1.610 Assignment of interference to adminis
trative patent judge, time period for com
pleting interference.

(a) Each interference will be declared by an
administrative patent judge who may enter all inter
locutory orders in the interference, except that only
the Board shall hear oral argument at final hearing,
enter. a .decision under§1.617, 1.640(e), 1.652,
1.656(i) or 1.658, or enter any other order which ter
minates the interference.

(b) As necessary, another administrative patent
judge may act in place of the one who declared the
interference. At the discretion of the administrative
patent judge assigned to the interference, a panel con
sisting of two or more members of the Board may
enter interlocutory orders.

(c) Unless otherwise provided in this subpart,
times for taking action by a party in the interference
will be set on a case-by-case basis by theadministra
tive patent judge assigned to the interference. Times
for. taking action shall be set and the administrative
patent judge shall exercise control over the interfer
ence such that the pendency of the.interference before
the Board does not normally exceed two years.

(d) An admini~trative patentjudge may hold a
conference with the parties to consider simplification
of any issues, the necessity or desirability of amend
ments to counts, the possibility of obtaining admis
sions of fact and genuineness of documents which
will avoid unnecessary proof, any limitations on the
number of expert witnesses, the time and place for
conducting; a deposition (§ 1.673(g)), and any other
matter as may aid in the disposition of the interfer
ence. After a conference, the administrative patent
judge may enter any order which may be appropriate.

(e) The administrative patent judge may deter
mine a proper course of conduct in an interference for
any situation not specifically covered by this part.

[49FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.611 Declaration of interference.
(a) Notice of declaration of an interference will

be sent to each party.
(b) When a notice of declaration is returned to

the Patent and Trademark Office undelivered, or in
any other circumstance where appropriate, an admin
istrative patent judge may send a copy of the notice to
a patentee named in a patent involved in an interfer
ence or the patentee's assignee of record in the Patent
and Trademark Office or order publication of an
appropriate notice in the Official Gazette.

(c) The notice of declaration shall specify:
(I) The name and residence of each party

involved in the interference;
(2) The name and address of record of any

attorney or agent of record in any application or
patent involved in the interference;

(3) The name of any assignee of record in the
Patent and Trademark Office;

(4) The identity of any application or patent
involved in the interference;

(5) Where a party is accorded the benefit of
the filing date of an earlier application, the identity of
the earlier application;

(6) The count or counts and, if there is more
than one count, the examiner's explanation why the
counts define different patentable inventions;

(7) The claim or claims of any application or
any patent which correspond to each count;

(8) The examiner's explanation as to why
each claim designated as corresponding to a count is
directed to the same patentable invention as the count
and why each claim designated as not corresponding
to any count is not directed to the same patentable
invention as any count; and

(9) The order of the parties.
(d) The notice of declaration may also specify

the time for:
(1) Filing a preliminary statement as pro

vided in § 1.621(a);
(2) Serving notice that a preliminary state

ment has been filed as provided in§ 1.621(b); and
(3) Filing preliminary motions authorized by

§ 1.633,

(e) Notice may be given iuthe Official Gazette
that an interference has. been declared involving a
patent.

[49 FR 48416, Dec. 12, 1984,effective Feb. 11, 1985;
50 FR 23123, May 31, 1985; paras. (b), (c)(6), (c)(7),
(c)(8), (c)(9) & (d) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.612 Access to applications.
(a) After an interference is declared, each party

shall have access to and may obtain copies of the files
of any application set out in the notice declaring the
interference, except for affidavits filed under § 1.131
and any evidence and explanation under § 1.608 filed
separate from an amendment. A party seeking access
to any abandoned or pending application referred to in
the opponent's involved application or access to any
pending application referred to in the opponent's
patent must file a motion under § 1.635. See § 1.1I(e)
concerning public access to interference files.

(b) After preliminary motions under § 1.633 are
decided (§ 1.640(b», each party shall have access to
and may obtain copies of any affidavit filed under
§ 1.131 and any evidence and explanation filed under
§ 1.608 in any application set out in the notice declar
ing the interference.

(c) Any evidence and explanation filed under
§ 1.608 in the file of any application identified in the
notice declaring the interference shall be served when
required by § 1.617(b).

(d) The parties at any time may agree to
exchange copies of papers in the files of any applica
tion identified in the notice declaring the interference.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; para. (a) amended, 53 FR
23735, June 23, 1988, effective Sept. 12, 1988; para. (a)
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.613 Lead attorney, same attorney represent
ing different parties in an interference,
withdrawal of attorney or agent.

(a) Each party may be required to designate one
attorney or agent of record as the lead attorney or
agent.

(b) The same attorney or agent or members of
the same firm of attorneys or agents may not represent
two or more parties in an interference except as may
be permitted under this chapter.

(c) An administrative patent judge may make
necessary inquiry to determine whether an attorney or
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agent should be disqualified.from representing a party
in an interference. If an administrative patent judge is
of the opinion thatan attorney or agent should be dis
qualified, the administrative patent judge shall refer
the matter to the Commissioner. The Commissioner
will make a final decision as to whether any attorney
or agent should be.disqualified.

(d) No attorney or agent of record in an interfer
ence may withdraw as attorney or agent of record
except with the approval of an administrative patent
judge and after reasonable notice to tbe party on
whose behalf the attorney or agent has appeared. A
request to withdraw as attorney or agent of record in
an interference shall be made by motion (§ 1.635).

[49 FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; paras. (c) & (d) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 2L 1995]

§1.614 Jurisdiction over interference.

...•. (a) . The Board acquires jurisdiction over an
interference when the interference is declared under
§ 1.611.

(b) When the interference is. declared the inter
ference isa contested case within themeaning of
35 U.S.C. 24. . ...

(c) The examiner shall have jurisdiction over
any pending application until the interference is
declared. An administrative patent judge may for a
limited purpose restore jurisdiction to the examiner
over any application involvedin the interference.

.. [49FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; paras. (a) & (c) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21,1995]

§ 1.615 Suspension of ex parte prosecution.

(a) When an interference. is declared, ex parte
prosecution of an application involved in the interfer
ence is suspended. Amendments and other. papers
related to the application received during pendency of
the interference will not be entered or considered in
the interference without the consent of an administra
tive patent judge.

(b) Ex parte prosecution as to specified matters
may be continued concurrently with the interference
with the consent of the adruinistrativepatent judge.

[49 FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; 50 FR 23124, May 31, .1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21,1995]

§ 1.616 Sanctions for failure to comply with rules
or order or for taking and maintaining a
frivolous position.

(a) An administrative patent judge or the Board
may impose an appropriate sanction against a party
who fails to comply with the regulations of this part or
any order entered by an administrative patent judge or
the Board. An appropriate sanction may include
among others entry of an order;

(1) Holding certain facts to have been estab
lished in the interference;

(2) Precluding a party from filing a paper;
(3) Precluding a party from presenting or

contesting a particular issue;
(4) Precluding a party from requesting,

obtaining, or opposing discovery;
(5) Awarding compensatory expenses andlor

compensatory attorney fees; or
(6) Granting judgment in the interference.

(b) An administrative patent judge or the Board
may impose a. sanction, including a sanction in the
form of compensatory expenses .and/or compensatory
attorney fees, against a party for taking and maintain
ing a frivolous position in papers filed in the interfer
ence.

(c) To the extent that an administrative patent
judge or the Board bas authorized a party to compel
the taking of testimony or the production of docu
ments or things from an individual or entity located in
a NAFTA country or a WTO member country con
cerning knowledge, use, or other activity relevant to
proving or disproving a date of invention (§ 1.671(h)),
but the testimony, documents or things have not been
produced for rise in the interference tothe same extent
as such information could be made available in the
United States, the administrative patent judge or the
Board shall draw such adverse inferences as may be
appropriate under the circumstances, or take such
other action permitted by statute, rule, Or regulation,
iu favor of the party that requested the information in
the interference, including impositiou of appropriate
sanctions under paragraph (a) ofthis section.

(d) A party may file a motiou (§ 1.635) for
entry of an order imposing sauctions, the drawing of
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adverse inferences or-other action under paragraph
(a), (b) or (c) of this section. Where an administrative
patent judge or the Board on its own initiative deter
mines that a sanction, adverse inference or other
action against a party may be appropriateunder para
graph (a), (b) or (c) of this section, the administrative
patent judge or the Board shall enter an order for the
party to show cause why the sanction, adverse infer
ence or other action is not appropriate. The Board
shall take action in accordance with the order unless,
within 20 days after the date of the order, the party
files a paper which shows good cause why the sanc
tion, adverse inference or other action would not be
appropriate.

[49 FR 48416, Dec. 12, 1984,added effective Feb. 11,
1985; 50 FR 23124, May 31,1985; revised, 60 FR 14488,
Mar. 17, 1995,effectiveApr.21,1995]

§ .1.617 Summary judgment against applicant.

(a) An administrative patent judge shall review
any evidence filed by an applicant under § 1.608(b) to
determine if the applicant is prima facie entitled to a
judgment relative to the patentee. Ifthe administrative
patent judge determines that the evidence shows the
applicant is prima facie entitled to a judgment relative
to the patentee, the interference shall proceed in the
normal manner under the regulations of this part. If in
the opinion of the administrative patent judge the evi
dence fails to show that the applicant is prima facie
entitled to a judgment relative to the patentee, the
administrative patent judge shall, concurrently with
the notice declaring the interference, enter an order
stating the reasons for the opinion and directing the
applicant, within a time set in the order, to show cause
why summary judgment should not be entered against
the applicant.

(b) The applicant may file a response to the
order, which may include an appropriate preliminary
motion under § 1.633(c), (f) or (g), and state any rea
sons why summary judgment should not be entered.
Any request by the applicant for a hearing before the
Board shall be made in the response. Additional evi
dence shall not be presented by the applicant or con
sidered by the Board unless the applicant shows good
cause why any additional evidence was not initially
presented with the evidence filed under § 1.608(b). At
the time an applicant files a response, the applicant

shall serve a copy of any evidence filed under
§ 1.608(b) and this paragraph.

(c) If a response is not timely filed by the appli
cant, the Board shall enter a final decision granting
summary judgment against the applicant.

(d) If a response is timely filed by the applicant,
all opponents may file a statement and may oppose
any preliminary motion filed under § 1.633(c), (f) or
(g) by the applicant within a time set by the adminis
trative patent judge. The. statement may set forth
views as to why summary judgment should be granted
against the applicant, but the statement shall be lim
itedto discussing why all the evidence presented by
the applicant does not overcome the reasons given by
the administrative patent judge for issuing the order to
show cause. Except as required to oppose a motion
under § 1.633(c), (f) or (g) by the applicant, evidence
shall not be filed by any opponent. An opponent may
not request a hearing.

(e) Within a time authorized by the administra
tive patent judge, an applicant may file a reply to any
statement or opposition filed by any opponent.

(f) When. more thantwo parties are involved in
an interference, all parties may participate in sum
mary judl!lil~nt proceedings under this section.

:,,(:;i;·1'~,~;

(g) If 'a response by the applicant is timely filed,
the administrative patent judge or the Board shall
decide whether the evidence submitted under
§ 1.608(b) and any additional evidence properly sub
mitted under paragraphs (b) and (e) of this section
shows that the applicant is prima facie entitled to a
judgment relative to the patentee. If the applicant is
not prima facie entitled to a judgment relative to the
patentee, the Board shall enter a final decision grant
ing summary judgment against the applicant. Other
wise, an interlocutory order shall be entered
authorizing the interference to proceed in the normal
manner under the regulations of this subpart.

(h) Only an applicant who filed evidence under
§ 1.608(b) may request a hearing. If that applicant
requests a hearing, the Board may hold a hearing prior
to entry of a decision under paragraph (g) of this sec
tion. The administrative patent judge shall set a date
and time for the hearing. Unless otherwise ordered by
the administrative patent judge or the Board, the
applicant and any opponent will each be entitled to no
more than 30 minutes of oral argument at the hearing.

R-147
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[49FR 48416, Dec. 12. 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a), (b), (d), (e),
(g), & (h) revised, 60 FR 14488, Mar. 17, 1995, effective
Apr. 21,1995]

§ 1.618 Return of unauthoriz~d paper~. .
(a) An administrative patent judge o~ the Board

shall return to a party any paper presented by the party
when the filing of the paper is not authorized by, or is
not in compliance with the requireiTIents of, this sub
part.Any paper ~etumed will not thereafter be consid
ered in the interference. A party may be permitted to
file a corrected paper under such conditions as may be
deemeelappropriate by an administrative patent judge
or the Boarel. .

(b) When presenting a paper in.an interference,
a party shaH not submit with the paper a copy of a
paper previously filed in the interference.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; amended, 60FR 14488, Mar. 17,1995, effective Apr,
21, 1995]

§ 1.621 Preliminary statement, time for filing,
notice of filing.

(a) Within the time set forfjlingpreliminary
motions under § 1.633, each party may file a prelimi
nary statement. The preliminary statement may be
signed by any individual having knowledge of the
facts recited therein or by an attorney or agent of
record.

(b) .. When a party files a preliminary statement,
the party shall also siiTIultaneously file and serve on
all opponents in the interference a notice stating that a
preliminary statement has been filed. A copy of the
preliminary statement' need .riot •be served uritil
ordered by the administrative patent Judge.

[49FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; 50 FR 23124, May 31,1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.622 Preliminary statement, whomadefnven
tion, where invention made.

(a) A party's preliminary statement must iden
tify the inventor who made the invention defined by
each count and must state on behalf of the inventor
the facts required by paragraph (a) of§§1.623, 1.624,
and 1.625 as may be appropriate. When an inventor

identified in the preliminary statement is not an inven
tor named in the party's application or patent, the
party shall file a. motion under § 1.634 to correct
inventorship.

(b) The preliminary statement shall state
whether the invention was made in the United States,
a NAFTA country (and, if so, which NAFTA coun
try), a WTO member country (and, if so, which WTO
member country), or in a place other than the United
States, a NAFTA country, or a WTO member country.
If made in a place other than the United States, a
NAFfAcountry, or a wro member country, the pre
liminary statement shall state whether the party is
entitled to the benefit of 35 U.S.C. 104(a)(2).

[49FR,48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; para. (b) revised, 60 FR 14488, Mar. 17, 1995, effec
tiveApr. 21, 1995]

§ 1.623 Preliminary statement; invention made
in United States, a NAFTA country, or a
WTO member country.

(a) When the invention was made inthe United
States,aNAFTA country, or a WTO member country,
ora party is entitled to the benefit of 35 U.S.C.
104(a)(2), the preliminary statement must state the
following facts as to the invention defined by each
count:

(1) The date on which the first drawing of the
invention was made.

(2) The date on which the first written
description of the inventionwasmade.

(3) The date on which the invention was first
disclosed by the inventor to'another person.

(4) The date on which the invention was first
conceived by the inventor.

(5) The date on which the invention was first
actually reduced to practice. If the invention was not
actually reduced to practice by or on behalf of the
inventor prior to the party's filing date, the prelimi
nary statement shall so state.

(6) The.date after the inventor's conception
of the invention .when active exercise of reasonable
diligence toward reducing the invention to practice
began.

(b) If a party intends to prove derivation, the
preliminary statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(l)
ofthis section.that a drawing was made, a copy of the
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first drawing shall be filed with and identified in the
preliminary statement. When a party alleges nnder
paragraph (a)(2) of this section that a written descrip
tion of the invention was made, a copy of the first
written description shall be filed with and identified in
the preliminary statement. See § 1.628(b) when a
copy of the first drawing or written description cannot
be filed with the preliminary statement.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a)revised, 60 FR 14488, Mar. 17, 1995, effec
tiveApr. 21, 1995]

§ 1.624 Preliminary statement; invention made
in a place other than the United States, a
NAFTA conntry, or a WTO member
country.

(a) When the invention was made in a place
other than the United States, a NAFTA country, or a
WTO member country and a party intends to rely on
introduction of the invention into the United States, a
NAFTA country, or a WTO member country, the pre
liminary statement must state the following facts as to
the invention defined by each count:

(I) The date on which a drawing of the
invention was first introduced into the United States, a
NAFTA country, ora WTO member country.

(2) The date on which a written description
of the invention was first introduced into the United
States, a NAFTA country, or a WTO member country.

(3) The date on which the invention was first
disclosed to another person in the United States, a
NAFTA country, or a WTO member country.

(4) The date on which the inventor's concep
tion of the invention was first introduced into the
United States, a NAFTA country, or a WTO member
country.

(5) The date on which an actual reduction to
practice of the invention was first introduced into the
United States, a NAFTA country, or a WTO member
country. If an actual reduction to practice of the inven
tion was not introduced into the United States, a
NAFTA country, or a WTO member country, the pre
liminary amendment shall so state.

(6) The date after introduction of the inven
tor's conception into the United States, a NAFTA
country, or a WTO member country when active exer
cise of reasonable diligence in the United States, a

NAFTA country, or a WTO member country toward
reducing the invention to practice began.

(b) If a party intends to prove derivation, the
preliminary statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(l)
of this section that a drawing was introduced into the
United States, a NAFTA country, or a WTO member
country, a copy of that drawing shall be filed with and
identified in the preliminary statement. When a party
alleges under paragraph (a)(2) of this section that a
written description of the invention Was introduced
into the United States, a NAFTA country, or a WTO
member country, a copy of that written description
shall be filed with and identified in the preliminary
statement. See § 1.628(b) when a copy of the first
drawing or first written description introduced in the
United States, a NAFTA conntry, or a WTO member
country cannot be filed with the preliminary state
ment.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; para. (a) & (c) revised,
60 FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.625 Preliminary statement; derivation by an
opponent

(a) When a party intends to prove derivation by
an opponent from the party, the preliminary statement
must state the following as to the invention defined by
each count:

(1) The name of the opponent.
(2) The date on which the first drawing of the

invention was made.
(3) The date on which the first written

description of the invention was made.
(4) The date on which the invention was first

disclosed by the inventor to another person.
(5) The date on which the invention was first

conceived by the inventor.
(6) The date on which the invention was first

communicated to the opponent.
(b) If a party intends to prove priority, the pre

liminary statement must also comply with § 1.623 or
§ 1.624.

(c) When a party alleges under paragraph (a)(2)
of this section that a drawing was made, a copy of the
first drawing shall be filed with and identified in the
preliminary statement. When a party alleges under
paragraph (a)(3) of this section that a written descrip-
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tion of the invention was made, a copy of the first
written description shall be filed with and identified in
the preliminary statement. See § 1.628(b) when a first
drawing or first written description cannot be filed
with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb.
11,1985; para. (a) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr.21,1995]

§ 1.626 Preliminary statement; earlierapplica
tion.

When a party does not intend to present evidence to
prove a conception or an actual reduction to practice
and the party intends to rely solely on the filing date
of an earlier filed application to prove a constructive
reduction to practice, the. preliminary statement may
so state and identify the earlier filed application with
particularity.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.627 Preliminarystatement; sealing before fil
ing, opening of statement.

(a) The preliminary statement and copies of any
drawing or written description shall be filed in a
sealed envelope bearing onlythe name of the party
filing the statement and the style (e.g., Jones v. Smith)
and number of the interference. The sealed envelope
should contain orily the preliminary statement and
copies of any drawing or written description. If the
preliminary statement is filed through the mail, the
sealed envelope should be enclosed in an outer enve
lope addressed to the Commissioner of Patents and
Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened
only at the direction of an administrative patent judge.

[49 FR48416, Dec. 12, 1984, added effective Feb. 11,
1985;para. (b) revised, 60 fR 14488,Mar. 17, 1995, effec
tive Apr. 21,1995]

§ 1.628 Preliminary statement; correction of
error.

(a) A material error arising through inadvert
ence or mistake in connection with a preliminary
statement or drawings or a written description submit-

ted therewith or omitted therefrom may be corrected
by a motion (§ 1.635) for leave to file a corrected
statement. Tbe motion shall be supported by an affi
davit stating the date the error was first discovered,
shall be accompanied by the corrected statement and
shall be filed as soon as practical after discovery of
the error. If filed on or after the date set by the admin
istrative patent judge for service of preliminary state
ments, the motion shall also show that correction of
the error is essential to.the interest of justice.

(b) When a party cannot attach a copy of a
drawing or a written description to the party's prelimi
nary statement as required by § 1.623(c), § 1.624(c) or
§ 1.625(c), the party shall show good cause and
explain in the preliminary statement why a copy of
the drawing or written description canuot be attached
to the preliminary statement and shall attach to the
preliminary statement the earliest drawing or written
description made in or introduced into the United
States; a NAFfA country, ora WTO member country
which is available. The party shall file a motion
(§ 1.635) to amend its preliminary statement promptly
after the first drawing, first written description, or
drawing or written description first introduced into
the United States, a NAFfA country, or a WTO mem
ber country becomes available. Acopy of the drawing
or written description may be obtained, where appro
priate, by a motion (§ 1.635) for additional discovery
under § 1.687 or during a testimony period.

[49 FR 48416, Dec. 12,1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.629 Effect of preliminary statement.

(a) A party shall be strictly held to any date
alleged in the preliminary statement. Doubts as to def
initeness orsufficiency of any allegation in a prelimi
nary statement or compliance with formal
requirements will be resolved against the party filing
the statement by restricting the party to its effective
filing date or to the latest date of a period alleged in
the preliminary statement, as may be appropriate. A
party may not correct a prelimiuary statement except
as provided by § 1.628.

(b) Evidence which shows that an act alleged in
the preliminary statement occurred prior to the date
alleged in the statement shall establish only that the
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act occurred as early as the date alleged in the state
ment.

(c) If a party does not file a preliminary state
ment, the party:

(1) Shall be restricted to the party's effective
filing date and

(2) Will not be permitted to prove that:
(i) The party made the invention prior to

the party's filing date or
(ii) Any opponent derived the invention

from the party.
(d) If a party files a preliminary statement

which contains an allegation of a date of first drawing
or first written description and the party does not file a
copy of the first drawing or written description with
the preliminary statement as required by § 1.623(c),
§ 1.624(c), or § 1.625(c), the party will be restricted to
the party's effective filing date as to that allegation
unless the party complies with § 1.628(b). The con
tent of any drawing or written description submitted
with a preliminary statement will not normally be
evaluated or considered by the Board.

(e) A preliminary statement shall not be used as
evidence on behalf of the party filing the statement.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a), (c)(1) & (d) revised, 60 FR 14488, Mar.
17,1995, effective Apr. 21, 1995]

§ 1.630 Reliance on earlier application.
A party shall not be entitled to rely on the filing

date of an earlier filed application unless the earlier
application is identified (§ 1.611(c)(5)) in the notice
declaring the interference or the party files a prelimi
nary motion under § 1.633 seeking the benefit of the
filing date of the earlier application.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.631 Access to preliminary statement, service
of preliminary statement.

(a) Unless otherwise ordered by an administra
tivepatent judge, concurrently with entry of a deci
sion on preliminary motions filed under §1.633 any
preliminary statement filed under § 1.621(a) shall be
opened to inspection by the senior party and any jun
ior party who filed a preliminary statement. Within a

time set by the administrative patent judge, a party
shall serve a copy of its preliminary statement on each
opponent who served a notice under § 1.621(b).

(b) A junior party who does not file a prelimi
nary statement shall not have access to the prelimi
nary statement of any otherparty.

(c) If an interference is terminated before the
preliminary statements have been opened, the prelimi
nary statements will remain sealed and will be
returned to the respective parties who submitted the
statements.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.632 Notice of intent to argue abandonment,
suppression or concealment by opponent.

A notice shall be filed by a party who intends to
argue that an opponent has abandoned, suppressed, or
concealed an actual reduction to practice (35 U.S.c.
102(g)). A party will not be permitted to argue aban
donment, suppression, or concealment by an opponent
unless the notice is timely filed. Unless authorized
otherwise by an administrative patent judge, .a notice
is timely when filed within ten (10) days after the
close of the testimony-in-chief of the opponent.

[49FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.633 Preliminary motions.
A party may file the following preliminary

motions:
(a) A motion for judgment against an oppo

nent's claim designated to correspond to a count on
the ground that the claim is not patentable to the
opponent. The motion shall separately address each
claim alleged to be unpatentable. In deciding an issue
raised in a motion filed under this paragraph (a), a
claim will be construed in light of the specification of
the application or patent in which it appears. A motion
under this paragraph shall not be based on:

(1) Priority of invention by the moving party
as against any opponent or

(2) Derivation of the invention by an oppo
nent from the moving party. See § 1.637(a).

R-151 August 2001



§1.634 MANUAL OF PATENT EXAMINING PROCEDURE

(b) A motion for judgment on the ground that
there is no interference-in-fact. A motion under this
paragraph is proper only if the interference involves a
design application or patent or a plant application or
patent or no claim of a party which corresponds to a
count is identical to any claim of an opponent which
corresponds to that count. See § 1.637(a). When
claims of different. parties are presented in "means
plus function" format, it may be possible for the
claims of the different parties not to define the same
patentable invention even though the claims contain
the same literal wording.

(c) A motion to redefine the interfering subject
matter by (I) adding or substituting a count,
(2) amending an application claim corresponding to a
count or adding a claim in the moving party's applica
tion to be designatedto correspond to a count, (3) des
ignating an application or patent claim to correspond
to a count, (4) designating an application or patent
claimas notcorresponding toa count, or (5) requiring
an opponent who is an applicant to.add a claim and to
designate the claim to ..correspond to a count. See
§ 1.637(a) and (c).

(d) A motion to substitute a differentapplica
tion owned by a party for an application involved in
the interference. See § 1.637(a) and (d).

(e) A motion to declare an additional interfer
ence. (I) between an additional application. not
involved in the interference and owned by a party and
all opponent's application or patent involved in the
interference or (2) when an interference involves three
or more parties, between less than all applications and
any patent involved in the interference. See § 1.637
(a) and (e).

(f) A motion to be accorded the benefit of the
filing date of an earlier filed application. See § 1.637
(a) and (f).

(g) A motion to attack the benefit accorded an
opponent in the notice declaring the interference of
the filing date of an earlier filed application. See
§ 1.637 (a) and (g).

(h) When a patent is involved in an interference
and the patentee has on file or files an application for
reissue under § 1.171, a motion to add the application
for.reissue to the interference. See § .1.637(a) and (h).

(i) When a motion is filed under paragraph (a),
(b); or (g) of this section, an opponent, in addition to
opposing the motion, may file a motion to redefine the

interfering subject matter under paragraph (c) of this
section, a motion to substitute a different application
under paragraph (d) of this section, or a motion to add
a reissue application to the interference under para
graph (h) of this section.

G) When a motion is filed under paragraph
(c)(I) of this section an opponent, in addition to
opposing the motion, may file a motion for benefit
under paragraph (f) of this section as to the count to
be added or substituted.

[49 FR 48416, Dec. 12, 1984, addedeffectiveFeb. 11,
1985;50 FR 23124, May 31, 1985;paras. (a), (b), (t), (g),
& (i) revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.634 Motion to correct lnventorship,
A party may file a motion to (a) amend its applica

tion involved in an interference to correct inventor
ship as provided by § 1.48 or (b) correct inventorship
of its patent involved in an interference as provided in
§ 1.324. See § 1.637(a).

[49FR 48416,Dec. 12,1984, addedeffectiveFeb. 11,
1985; revised, 60FR 14488, Mar. 17, 1995, effectiveApr.
21, 1995]

§ 1.635 Miscellaneous motions.
A party seeking entry of an order relating to any

matter other than a matter which may be raised under
§§J.633 or 1.634 may file amotion requesting entry
of the order. See § 1.637.(a) and (b).

[49 FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; revised, 60FR14488, Mar. 17,1995, effectiveApr.
21, 1995]

§ 1.636 Motions, time for tiling.
(a) A preliminary motion under § 1.633 (a)

through (h) shall be filed within a time period set by
an administrative patent judge.

(b) A preliminary motion under § 1.633 (i) or
G) shall be filed within 20 days of the service of the
preliminary motion under § 1.633 (a), (b), (c)(I), or
(g) unless otherwise ordered by an administrative
patent judge.

(c) Amotion under § 1.634 shall be diligently
filed after an error is discovered in the inventorship of
an application or patent involved in an interference
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unless otherwise ordered by an administrative patent
judge.

(d) A motion under § 1.635 sball be filed as
specified in this subpart or when appropriate unless
otherwise ordered by an administrative patent judge.

[49 FR48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr..21, 1995]

§ 1.637 Content of motions.

(a) A party filing a motion has the burden of
proof to show that it is entitled to the relief sought in
the motion. Each motion shall include a statement of
the precise relief requested, a statement of the mate
rial facts in support of the motion, in numbered para
graphs, and a full statement of the reasons why the
relief requested should be granted. If a party files a
motion for judgment under § 1.633(a) against an
opponent based on the grouud of unpatentability over
prior art, and the dates of the cited prior art are such
that the prior art appears to be applicable to the party,
it .will be presumed, without regard to the dates
alleged in the preliminary statement of the party, that
the cited prior art is applicable to the party unless
there is included with the motion an explanation, and
evidence if appropriate, as to why the prior art does
not apply to the party.

(b) Unless otherwise ordered by an administra
tive patent judge or the Board, a motiou under § 1.635
shall contain a certificate by the moving party stating
that the moving party has conferred with all oppo
nents in an effort in good faith to resolve by agree
ment the issuesraised by the motion. The certificate
shall indicate whether any opponent plans to oppose
the motion. The provisions of this paragraph do not
apply to a motion to suppress evidence (§ 1.656(h)).

(c) A preliminary motion under § 1.633(c) shall
explain why the interfering subject matter should be
redefined.

(l) A preliminary motion seeking to add or

substitute a count shall:

(i) Propose each count to be added or sub
stituted.

(ii) When the moving party is an applicant,
show the patentability to the applicant of all claims in,
or proposed to be added to, the party's application
which correspond to each proposed count and apply
the terms of the claims to the disclosure ofthe party's
application; when necessary a moving party applicant
shall file with the motion an amendment adding any
proposed claim to the application.

(iii) Identify all claims in an opponent's
application which should be designated to correspond
to each proposed count; if an opponent's application
does not contain such a claim, the moving party shall
propose a claim to be added to the opponent's applica
tion. The moving party shall show the patentability of
any proposed claims to the opponent and apply the
terms of the claims to the disclosure of the opponent's
application.

(iv) Designate the claims of any patent
involved in the interference which define the same
patentable invention as each proposed count.

(v) Show that each proposed count defines
a separate patentable invention from every other count
proposed to remain in the interference.

(vi) Be accompanied by a motion under
§ 1.633(f) requesting thebertefit of the filing date of
any earlier filed application, if benefit of the earlier
filed application is desired with respect to a proposed
count.

(vii) If an opponent is accorded the benefit
of the filing date of an earlier filed application in the
notice of declaration of the interference, show why
the opponent is not also entitled to benefit of the ear
lier filed application with respect to the proposed
count. Otherwise, the opponent will be presumed to
be entitled to the benefit of the earlier filed applica
tion with respect to the proposed count.

(2) A preliminary motion seeking to amend
an application claim corresponding to a count or add
ing a claim to be designated to correspond to a count
shall:
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under § 1.131 or § 1.608, has been served on all oppo
nents.

(3) Show the patentability to the applicant of
all claims in, or proposed to be added to, the different
application which correspond to each count and apply
the terms ofthe claims to the disclosure of the differ
ent application; when necessary the applicant shall
file with the motion an amendment adding a claim to
the different application.

(e) A preliminary motion to declare an addi
tional interference under § 1.633(e) shall explain why
an additional interference is necessary.

(I) When the preliminarymotion seeks an
additional interference under § 1.633(e)(I), the
motiou shall:

(i) Identify the additional application.
(ii) Certify that a complete copy of the file

of the additional application, except for documeuts
filed under § 1.131 or § 1.608, has been served on all
opponents.

(iii) Propose a count Tor the additional
interference.

(iv) Show the patentability to the applicant
of all claims in, or proposed to be added to, the addi
tional application which correspond to each proposed
count for the additional interference and apply the
terms of the claims to the disclosure of the additional
application; wheu necessary the applicant shall file
with the motion an amendment adding any claim to
the additional applicatiou.

(v) When the opponent is an applicant,
show the patentability to the opponent of any claims
in, or proposed to be added to, the opponeut's applica
tion whichcorrespoud to the proposed couut and
apply the terms of the claims to the disclosure of the
opponent's application.

(vi) Identify all claims in the opponent's
application or pateut which shouldbe designated to
correspond to each proposed count; if the oppoueut's
application does uot contain any such claim, the
motiou shall propose a claimto be added to the oppo
uent's application.

(vii) Show that each proposed count for the
additional interference defines a separate patentable
invention from all counts of the interference in which
the motion is filed.

(viii) Be accompanied by a motion under
§ 1.633(f) requesting the beuefit of the filing date of
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an earlier filed application, if benefit is desired with
respect to a proposed count.

(ix) 'If an opponent is accorded the benefit
of the filing date of an earlier filed application in the
notice of declaration of the interference, show why
the opponent is not also entitled to benefit of the ear
lier filed application with respect to the proposed
count. Otherwise, the opponent will be presumed to
be entitled (0 the benefit of the earlier filed applica
tion with respect to the proposed count.

(2) When the preliminary motion seeks an
additional interference under § 1.633(e)(2), the
motion shall:

(i) Identify any applicationor patentto be
involved in the additional interference.

(ii) Propose a count for the additional
interference.

(iii) When the moving party is an applicant,
show the patentability to the applicant of alI claims in,
or proposed to be added to, the party's application
which correspond to each proposed count and apply
the terms of the claims to the disclosure of the party's
application; when necessary a moving party applicant
shall file with the motion an amenthnent adding any
proposed claim to the application.

(iv) Identify all claims in any opponent's
application which should be designated to correspond
to each proposed count; if all opponent's application
does not contain such a claim, the moving party shall
propose a claim to be added to the opponent's applica
tion. The moving party shalI show the patentability of
any proposed claim to the opponent and apply the
terms of the claimto the disclosure of the opponent's
application.

(v) Designate the claims of any patent
involved in the interference which define the same
patentable invention as each proposed count.

(vi): Show that each proposed count for the
additional interference defines a separate patentable
invention from all counts in the interference in which
the motion is filed.

(vii) Be accompanied by a motion under
§ 1.633(f) requesting the benefit of the filing date of
an earlier filed application, if benefit is desired with
respect to a proposed count.

(viii) If an opponent is accorded the benefit
of the filing date of an earlier filed application in the
notice of declaration of the interference, show why

the opponent is not also entitled to benefit of the ear
lier filed application with respect to the proposed
count. Otherwise, the opponent will be presumed to
be entitled to the benefit of the earlier filed applica
tion with respect to the proposed count.

(f). A preliminary motion for benefit under
§ 1.633(f) shall:

(1) Identify the earlier application.
(2) When the earlier applicationis an appli

cation filed in the United States, certify. that a com
plete copy of the file of the earlier. application, except
for documents filed under § 1.131 or § 1.608, has
been served on all opponents. When the earlier appli
cation is an application filed in a foreign country, cer
tifythat a copy of the appli9ation has been served on
all opponents. Ifthe earlier filed application is not in
English, the requirements of § 1.647 must also be met.

(3) Show that the earlier application consti
tutesa constructive reduction to practice of each
count.

(g) A preliminary motion to attack benefit
under § 1.633(g) shall explain, as to each count, why
an opponent should not be accorded the benefit of the
filing date of the earlier application.

(h) A preliminary motion to add an application
for reissueunder § 1.633(h) shall:

(1) Identify the application for reissue.
(2) Certify that a complete copy of the file of

the application for reissue has .been served on all
opponents.

(3) Show the patentability of all claims in, or
proposed to be added to, the application for reissue
which correspond to each count and apply the terms
of the claims to the disclosure of the application for
reissue; when necessary a moving applicant for reis
sue shall file with the motion an amenthnent adding
any proposed claim to the application forreissue,

(4) Be accompanied by a motion under
§ 1.633(f) requesting the benefit of the filing date of
any earlier filed application, if benefit is desired.

[49 FR. 48416, Dec. 12, 1984, added effective Feb.
11, 1985; 50 FR 23124, May 31, 1985; para. (e)(l)(vi)
revised 53 FR 23735, June 23, 1988, effective Sept. 12,
1988;para. (a) revised, 58 FR 49432, Sept.23, 1993, effec
tive Oct. 25, 1993; paras. (a), (b), (c)(l)(v), (c)(l)(vi),
(c)(20(ii), (c)(2)(iii), (c)(3)(ii), (c)(4)(ii), (d), (e)(l)(viii),
(e)(2)(vii), (f)(2),&(h)(4) revised, paras. (c)(2)(iv),
(c)(3)(iii),& (d)(4) removed, paras. (c)(l)(vii), (e)(l)(ix),
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& (e)(2)(viii) added, 60 FR 14488. Mar. 17, 1995, effective
Apr. 21,1995]

§ 1.638 Opposition and reply; time for fIling
opposition and reply.

(a) Unless otherwiseordered by an administra
tive patent judge, any opposition to any motion shall
he filed within 20 days after service of the motion. An
opposition shall identify any material fact set forth in
the motion which is in dispute and include an argu
ment why the relief requested in the motion should be
denied.

(b) Unless otherwise ordered by an administra
tive patent judge, any reply shall be filed within
15 days after service of the opposition. A reply shall
be directed only to new points raised in theopposi
tion.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.639 Evidence in support of motion, opposi
tion, or reply.

(a) Except as provided in paragraphs (c)
through (g) of this section, proof of any material fact
alleged in a motion, opposition, or reply must be filed
and served with the motion,opposition, or reply
unless the proof relied upon is part of the interference
file or the file of any patent or application involved in
the interference or any earlier application filed in the
United States of which a party has been accorded or
seeks to be accorded benefit.

(b) Proof may be in the form of patents, printed
publications, and affidavits. The pages of any affida
vits filed underthis paragraph shall, to the extent pos
sible, be given seqnential numbers, which shall also
serve as the record page numbers for the affidavits in
the event they are included in the party's record
(§ 1.653). Any patents and printed. publications sub
mitted uuder this paragraph and any exhibits identi
fied ill affidavits submitted under this paragraph shall,
to the extent possible, be given sequential exhibit
numbers, which shall also serve as the exhibit num
bers in the event the patents, printed publications and
exhibits are filed with the party's record (§ 1.653).

(c) If a party believes that additional evidence
in the form of testimony that is unavailable to the

party is necessary to support or oppose a preliminary
motion under § 1.633 or a motion to correct inventor
ship under § 1.634, the party shall describe the nature
of any proposed testimony as specified in paragraphs
(d) through (g) of this section. If the administrative
patent judge finds that testimony is needed to decide
the motion, the administrative patent judge may grant
appropriate interlocutory relief and enter an order
authorizing the taking of testimony and deferring a
decision on the motion to final hearing.

(d) When additional evidence in the form of
expert-witness testimony is needed in support of or
opposition to a preliminary motion, the moving party
or opponent should:

(1) Identify the person whom it expects to
use as.. an expert;

(2) State the field in which the person is
alleged to be an expert; and

(3) State:
(i) The subject matter on which the person

is expected to testify;
(ii) The facts and opinions to which the

person is expected to testify; and
(iii) A summary of the grounds and basis

for each opinion.
(e) When additional evidence in the form of

fact-witness testimony is necessary, state the facts to
which the witness is expected to testify.

(f) If the opponent is to be called, or if evidence
in the possession of the opponent is necessary, explain
the evidence sought, what it will show, and why it is
needed.

(g) When inter partes tests are to be performed,
describe the tests stating what they will be expected to
show.

[49FR 48416, Dec. 12, 1984,added effective Feb. 11,
1985; para. (c) revised, 58FR 49432, Sept. 23, 1993,effec
tive Oct. 25, 1993;paras. (d)-(g) added, 58FR 49432, Sept.
23, 1993, effective Oct. 25, 1993;paras. (a)-(d)(I) revised,
60FR 14488, Mar. 17, 1995, effective Apr. 21,1995]

§ 1.640 Motions, hearing and decision, redeclara
tion of interference, order to show cause.

(a) A'hearing on a motion may be held in the
discretion of the administrative patent judge. The
administrative patent judge shall set the date and time
for any hearing, The length of oral argument at a hear
ing on a motion is a matter within the discretion of the
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administrative patent judge. An administrative patent
judge may direct that a hearing take place by tele
phone.

(b) Unless an administrative patent judge or the
Board is of the opinion that an earlier decision on a
preliminary motion would materially advance the res
olution of the interference, decision on a preliminary
motion shall be deferred to final hearing. Motions not
deferred to final hearing will be decided by an admin
istrative patent judge. An administrative patent judge
may consult with an examiner in deciding motions.
An administrative patent judge may take up motions
for decisions in any order, may grant, deny, or dismiss
any. motion, and may take such other action which
will secure the just.-speedy, and inexpensive determi
nation of the interference. A matter raised by a party
in support of or in opposition to a motion that is
deferred to final hearing will not be entitled to consid
eration at final hearing unless the matter is raised in
the party's brief at final hearing. If the administrative
patent judge determines that the interference shall
proceed to final hearing on the issue of priority or der
ivation, a. time shall be set for each party to file a
paper identifying any decisions on motions or on mat;
ters raised sua sponte by the administrative patent
judge that the party wishes to have reviewed at final
hearing as well as identifying any deferred motions
thatthe party wishes to have considered at final hear
ing. Any evidence that a party wishes to have consid
ered with respect to the decisions and deferred
motions identified by the party or by an opponent for
consideration or review at final hearing shall be filed
or, if appropriate-noticed under § 1.671(e) during the
testimony-in-chief period of the party.

(1) When appropriate after the time expires
for filing replies to oppositions to preliminary
motions, the administrative patent judge will set a
time for filing any amendment to an application
involved in the interference and. f().r filing a supple
mental preliminary statement as to any new counts
which may become involved in the. interference if a
preliminarymotion to amend or .substitute acount has
been filed. Failure or refusal ofa party to timely
present an amendment required by an administrative
patent judge shall be taken without further action as a
disclaimer by that party of the invention involved. A
supplemental preliminary statement shall meet. the
requirements specified in § 1.623, 1.624, 1.625, or

1.626, but need not be filed if a party states that it
intends to rely on a preliminary statement previously
filed under § 1.62l(a). At an appropriate time in the
interference, and when necessary, an order will be
entered redeclaring the interference.

(2) After the time expires for filing prelimi
nary motions, a further preliminary motion under
§ 1.633 will not be considered except as provided by
§ 1.645(b).

(c) When a decision on any motion under
§§ 1.633, 1.634, or 1.635 or on any matter raised sua
sponte by an administrative patent judge is entered
which does not result in the issuance of an order to
show cause under paragraph (d) of this section, a
party may file a request for reconsideration within
14 days after the date of the decision. The request for
reconsideration shall be filed and served by hand or
Express Mail. The filing of a request for reconsidera
tion will not stay any time period set bythe decision.
The request for reconsideration shall specify with par
ticularity the points believed to have been misappre
hended of overlooked in rendering the decision. No
opposition to a request for reconsideration shan be
filed' unless requested by an administrative patent
judge or the Board. A decision ordinarily will not be
modified unless an opposition has been requested by
an administrative patent judge or the Board. The
request for reconsideration normally will be acted on
by the administrative patent judge or the panel of the
Board which issued the decision:

(d) An administrative patent judge may issue an
order to show cause why judgment should not be
entered against a party when:

(1) A decision on a motion or on a matter
raised sua sjJonte by an administrative patent judge is
entered which is dispositive of the interference against
the party as to any count;

(2) The party is a junior party who fails to
file apreliminary statement; or

(3) The party is a junior party whose prelimi
nary statement fails to overcome the effective filing
date of another party.

(e) When an order to show cause is issued
under paragraph (d) of this section, the Board shan
enter judgment in accordance with the order unless,
within 20 days after the date of the order, the party
against whom the order issued files a paper which
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shows good cause why judgment should not be
entered in accordance with the order.

(I) If the order was issued under paragraph
(d)(I) of this section, the paper may:

(i) Request that final hearing be set to
review any decision which is the basis for the order as
well as any other decision of the administrative patent
judge that the party wishes to have reviewed by the
Board at final hearing or

(ii) Fully explain why judgment should not
be entered.

(2) Any opponent may file a response to the
paper within 20 days of the date of service of the
paper. If the order was issued under paragraph (d)(I)
of this section and the party's paper includes a request
for final hearing, the opponent's response must iden
tify every decision of the administrative patent judge
that the opponent wishes to have reviewed by the
Board at a final hearing. If the order was issued under
paragraph (d)(I) of this section and the paper does not
include a request for final hearing, the opponent's
response may include a request for final hearing,
which must identify every decision of the administra
tive patent judge that the opponent wishes to have
reviewed by the Board at a final hearing. Where only
the opponent's response includes a request for a final
hearing, the party filing the paper shall, within
14days from the date of service of the opponent's
response, file a reply identifying any other decision of
the administrative patent judge that the party wishes
to have reviewed by the Board at a final hearing.

(3) The paper or. the response should be
accompanied by a motion (§ 1.635) requesting a testi
mony period if either party wishes to introduce any
evidence to be considered at final hearing (§ 1.671).
Any evidence that a party wishes to have considered
with respect to the decisions and deferred motions
identified for consideration or review at final hearing
shall be filed or, if appropriate, noticed under
§ 1.671(e) during the testimony period of the party.
A request for a testimony period shall be construed as
including a request for final hearing.

(4) If the paper contains an explanation of
why judgment should not be entered in accordance
with the order, and if no party has requested a final
hearing, the decision that is the basis for the order
shall be reviewed based on the contents of the paper

and the response. If the paper fails to show good
cause, the Board shall enter judgment against the
party against whom the order issued.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50FR 23124, May 31, 1985; paras. (a)-(e) revised,
60FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.641 Unpatentability discovered by adminis
trative patent jndge.

(a) During the pendency of an interference, if
the administrative patent judge becomes aware of a
reason why a claim designated to correspond to a
count may not be patentable, the administrative patent
judge may enter an order notifying the parties of the
reason and set a time within which each party may
present its views, including any argument and any
supporting evidence, and, in the case of the party
whose claim may be unpatentable, any appropriate
preliminary motions under §§ 1.633(c), (d) and (h).

(b) If a party timely files a preliminary motion
in response to the order of the administrative patent
judge, any opponent may file an opposition
(§ 1.638(a». If all opponent files an opposition, the
partymay reply (§ 1.638(b».

(c) After considering any timely filed views,
including any timely filed preliminary motions under
§ 1.633, oppositions and replies, the administrative
patent judge shall decide how the interference shall
proceed.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985;fevised,60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.642 Addition of application or patent to inter
ference.

During the pendency of an interference, if the
administrative patent judge becomes aware of an
application or a patent not involved in the interference
which claims the same patentable invention as a count
in the interference, the administrative patent judge
may add the application or patent to the interference
on such terms as may be fair to all parties. .

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised. 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.643Prosecntion of interference by assignee.
(a) An assignee of record in the Patent and

Trademark Office of the entire interest in an applica
tion or patent involved in an interference is entitled to
condnct prosecution of the interference to the exclu
sion of the inventor.

(b) An assignee of a part interest in an applica
tion or patent involved in an interference may file a
motion (§ 1.635) for entry of an order authorizing it to
prosecute the interference. The motion shall show the
inability or refusal of the inventor to prosecute the
interference or other cause why it is in the interest of
justice to permit the assignee of a part interest to pros
ecute . the interference. The administrative patent
judge may allow the assignee of a part interest to
prosecute the interference upon such terms as may be
appropriate.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b) revised, 60 FR 14488, Mar. 17, 1995, effec
tive Apr. 21, 1995]

§ 1.644 Petitions in interferences.
(a) There is no appeal to the Commissioner in

an interference from a decision of'an administrative
patent judge or the Board. The Commissioner will not
consider a petition in an interference unless:

(1) The petition is from a decision of an
administrative patent judge or the Board and the
administrative patent judge or the Board shall be of
the opinion that the decision involves a controlling
question of procedure or an interpretation of a rule as
to which there is a substantial ground for a difference
of opinion and that an immediate decision on petition
by the Commissioner may materially advance the ulti
mate termination of the interference;

(2) The petition seeks to invoke the supervi
sory authority of the Commissioner and. does not
relate to the merits ofpriority of invention or patent
ability or the admissibility of evidence under the Fed
eral Rules of EVidence; or

(3) The petition seeks reliefunder §1.l83.
(b) A petition under paragraph (a)(1) of this

section filed more than 15 daysafterthe date of the
decision of the administrative patent judge or the
Board may be dismissed as untimely. A petition under
paragraph (a)(2) of this section shall not be filed prior
to the party's brief for final hearing (see § 1.656).Any

petition under paragraph (a)(3) of this section shall be
timely if it is filed simultaneously with a proper
motion under § 1.633, 1.634, or 1.635 when granting.
the motion would require waiver of a rule. Any oppo
sition to a petition under paragraphs (a)(I) or (a)(2) of
this section shall be filed within 20 days of the date of

. service of the petition. Any opposition to a petition
under paragraph (a)(3) of this section shall be filed
within 20 days of the date of service of the petition or
the date an opposition to the motion isdue, whichever
is earlier.

(c) The filing of a petition shall not stay the
proceeding unless astay is granted in the discretion of
the administrative patent judge, the Board, or the
Commissioner.

(d) Any petition must contain a statement of the
facts' involved, in numbered paragraphs, and the point
or points to be reviewed and the action requested. The
petition will be decided on the basis of the record
made before the administrative patent judge or the
Board, and no new evidence will be considered by the
Commissioner in deciding the petition. Copies of doc
uments already of record in the interference shall not
be submitted With the petition or opposition.

(e) Any petition under paragraph (a) of this sec
tion shall be accompanied by the petition fee set forth
in § 1.17(h).

(f) Any request for reconsideration of a deci
sion by the Commissioner shall be filed within
14 days of the decision of the Commissioner and must
be accompanied by the fee set forth in § 1.17(h). No
opposition to a request for reconsideration shall be
filed unless requested by the Commissioner. The deci
sion will not ordinarily be modified unless such an
opposition has been requested by the Commissioner.

(g) Where' reasonably possible, service of any
petition, opposition, or request for reconsideration
shall be suchthat delivery is accomplished within one
working day. Service by hand or Express Mall com
plies with this paragraph.

(h) An oral hearing on the petition will not be
granted except when considered necessary by the
Commissioner.

(i) The Commissioner may delegate to appro
priate Patent and . Trademark Office employees the
determination of petitions under this section.

[49FR 48416, Dec. 12, 1984, addedeffective Feb. 11,
1985; 50 FR 23124, May 31,1985; paras. (a)-(a)(2), (b)-(g)
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revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.645 Extension of time, late papers, stay of
proceedings.

(a) Except to extend the time for filing a notice
of appeal to theU.S. Court of Appeals for the Federal
Circuit or for commencing a civil action, a party may
file a motion (§ 1.635) seeking an extension oftime to
take action in an interference. See § 1.304(a) for
extensions of time for filing a notice of appeal to the
U.S. Court of Appeals for the Federal Circnit or for
commencing a civil action. The motion shall be filed
within sufficient time to actually reach the administra
tive patent jndge before expiration of the time for tak
ing action. A moving party should not assume that the
motion will be granted even if there is no objection by
any other party. The motionwill be denied unless the
moving party shows good cause why an extension
should be granted. The press of other business arising
after an administrative patent judge sets a time for
taking action will not normally constitute good cause.
A motion seeking additional time to take testimony
because a party has not been able to procure the testi
mony of a witness shall set forth the name of the wit
ness, any steps taken to procure the testimony of the
witness, the dateson which the steps were taken, and
the facts expected to be proved through the witness.

(b) Any paper belatedly filed will not be con
sidered except upon motion (§ 1.635) which shows
good cause why the paper was not timely filed, or
where an administrative patent judge or the Board,
sua sponte, is of the opinion that it would be in the
interest of justice to consider the paper. See § 1.304(a)
for exclusive procedures relating to belated filing of a
notice of appeal to the U.S. Court of Appeals for the
Federal Circuit or belated commencement of a civil
action.

(c) The provisions of § 1.136 do not apply to
time periods in interferences.

(d) An administrative patent judge may stay
proceedings in an interference.

[49 FR48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a) and (b),
54FR29553, July 13,1989, effective Aug. 20, 1989; paras.
(a), (b), & (d) revised, 60 FR 14488, Mar. 17, 1995, effec
tiveApr. 21,1995]

§ 1.646 Service of papers, proof of service.
(a) A copy of every paper filed in the Patent

and Trademark Office in an interference or an appli
cation or patent involved in the interference shall be
served upon all other parties except:

(1) Preliminary statements when filed under
§ 1.621; preliminary statements shall be served when
service is ordered by an administrative patent judge.

(2) Certified transcripts and exhibits which
accompany the transcripts filed under § 1.676; copies
of transcripts shall be served as part of a party's
record under § 1.653(c).

(b) Service shall be on an attorney or agent for a
party. If there is no attorney or agent for the party, ser
vice shall be on the party. An administrative patent
judge may Order additional service or waive service
where appropriate.

(c) Unless otherwise ordered by an administra
tive patent judge, Of except as otherwise provided by
this subpart, service of a paper shall be made as fol
lows:

(1) By handing a copy of the paper or caus
ing a copy of the paper to be handed to the person
served.

(2) By leaving a copy of the paper with
someone employed by the person at the person's usual
place of business.

(3) When the person served has no usual
place of business, by leaving a copy of the paper at the
person's residence with someone of snitable age and
discretion then residing therein.

(4) By mailing a copy of the paper by first
class mail; when service is by first class mail the date
of mailing is regarded as the date of service.

(5) By mailing a copy of the paper by
Express Mail; when service is by Express Mail the
date of deposit with the U.S. Postal Service is
regarded as the date of service.

(6) When it is shown to the satisfaction of an
administrative patent judge that none of the above
methods of obtaining or serving the copy of the paper
was successful, the administrative patent judge may
order service by publication of an appropriate notice
in the Official Gazette.

(d) An administrative patent judge may order
that a paper be served by hand or Express Mail.

(e) The due date for serving a paper is the same
as the due date for filing the paper in the Patent and
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Trademark Office.' Proof of service must be made
before a paper will be considered in an interference.
Proofof service may appear on or be affixed to the
paper. Proof of service shall include the date and man
ner of service. In, the case of personal service under
paragraphs (c)(l) through (c)(3) of this section, proof
of service shall include the names of any person
served and the person who made the service. Proof of
service may be made by an acknowledgment of ser
vice by or on behalf of the person served or a state
ment signed by the party or the party's attorney or
agent containing the information required by this sec
tion. A statement of an attorney or agent attached to,
or appearing in, the paper stating the date and manner
of service will be accepted as prima facie proof of ser
vice.

[49 FR 48416, Dec. 12, 1984, added effective Feb.
11,1985; 50 FR 23124, May 31, 1985;paras. (a)(I)-(c)(I),
(c)(4)-(c)(5) revised,para. (c)(6) added, 60 FR 14488, Mar.
17,1995, effectiveApr.21,1995]

§ 1.647 Translation of document in foreign lan
guage.

When a party relies on a document or is required to
produce a document in a language other than English,
a translation of the document into English and an affi
davit attesting to the accuracy of the translation shall
be filed with the document

[49 FR 48416, Dec. 12, 1984,addedeffectiveFeb. 11,
1985; paras. (a) and (d), 56 FR 42528, Aug. 28, 1991,
effective Sept. 27, 1991; 56 FR 46823, Sept. 16; 1991;
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.651 Setting times for, discovery and taking
testimony, parties entitled to take testi
mony.

(a) At an appropriate stage inan interference,
an administrative patent judge shall set a time for fil
ing motions(§ 1.635) for additional discovery nuder
§ 1.687(c) and testimony periods for taking any nec
essary testimony.

(b) Where appropriate, testimony periods will
be set to permit a party to:

(1) Present its case-in-chief and/or case-in

rebuttal and/or

(2), Cross-examine an opponent's case-in
cbief and/or a case-in-rebuttal.

(c) A party is not entitled to take testimony to
present a case-in-chief unless:

(1) The administrative patent jndge orders
the taking of testimony under § 1.639(c);

(2), The party alleges in its preliminary state
ment a date of invention prior to the effective filing
date Ofthe senior party;

(3) l\ testimony period has been set to permit
an opponent to prove a date of invention prior to the
effective, filing date of the party and the party has filed
a preliminary statement alleging a date of invention
prior to,that date; or

(4) A motion (§ 1.635) is filed showing good
cause why a testimony period should be set.

(d) Testimony, including any testimony to be
taken in a place outside the United States, shall be
taken and completed during the testimony periods set
under paragraph (a) of this section. A party seeking to
extend the period for taking testimony must comply
with §§1:635 and 1.645(a).

[49FR 48416, Dec. 12, 1984,addedeffectiveFeb. 11,
1985; paras. (a) and (d), 56 FR 42528, Aug. 28, 1991,
effectiveSepr. 27, 1991; 56 FR 46823, Sept. 16, 1991;
paras. (a) (c)(I)-(c)(3) & (d) revised,60 FR 14488, Mar. 17,
1995,effectiveApr. 21, 1995]

§ 1.652 Judgment for failure to take testimony or
file record.

If a junior party fails to timely take' testimony
authorized under § 1.651, or file a record under
§ 1.653(c), an administrative patent judge, with or
Without a motion (§ 1.635) by another party, may
issue an order to show cause why jndgment should
not be entered against the junior party. When an order
is issued under 'this section, the Board shall enter
judgment in accordance with the order unless, within
15 days after the date of the order, the junior party
files a paper which shows good cause why jndgment
should not be entered in accordance with the order.
Any other party may file a response to the paper
within 15 days of the date of service of the paper. If
the party against whom the order was issued fails to
show, good cause, the Board shall enter judgment
against the party.
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[49 FR48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.653 Record and exhibits.
(a) Testimony shall consist of affidavits under

§§ 1.672(b), (c) and (g), 1.682(c), 1.683(b) and
1.688(b), transcripts of depositions under §§ 1.671(g)
and 1.672(a) when a deposition is authorized by an
administrative patent judge, transcripts of depositions
under §§ 1.672(d), 1.682(d),1.683(c) and 1.688(c),
agreed statements llnder§ 1.672(h), transcripts of
interrogatories, cross-interrogatories, and recorded
answers and copies of written interrogatories and
answers and written requests for admissions and
answers under § 1.688(a).

(b) An affidavit shall be filed as set forth in
§ 1.677. A certified transcript of a deposition, includ
ing a deposition cross-examining an affiant, shall be
filed as set forth in §§ 1.676, 1.677 and 1.678. An
original agreed statement shall be filed as set forth in
§ 1.672(h).

(c) In addition to the items specified jnpara
graph (b) of this section and within a time set by an
administrative patent judge, each party shall file three
copies and serve one copy of a record consisting of:

(1) An index of the names of the witnesses
for the party, giving the pages of the record where the
direct testimony and cross-examination of each wit
ness begins.

(2) An index of exhibits briefly describing
the nature of each exhibit and giving the page of the
record where each exhibit is first identified and
offered into evidence.

(3) The count or counts.
(4) Each affidavit by a witness for the party,

transcript, including transcripts of cross-examination
of any affiant who testified for the party and tran
scripts of compelled deposition testimony by a wit
ness for the party, agreed statement relied upon by the
party, and transcript of interrogatories, cross-interrog
atories and recorded answers.

(5) [Reserved]
(6) Any evidence from another interference,

proceeding, or action relied upon by the party under
§ 1.683.

(7) Each request for an admission and the
admission and each written interrogatory and the

answer upon which a party intends to rely under
§ 1.688.

(d) The pages of the record shall be consecu
tively numbered to the extent possible.

(e) The name of each witlless shall appear at the
top of each page of each affidavit or transcript.

(f) [Reserved]
(g) The record may be produced by standard

typographical printing or by any other process capable
of pr()ducing a clear black permanent image. All
printed matter except on covers must appear in at least
11 point type on opaque, unglazed paper. Footnotes
max not be printed in type smaller than 9 point. The
page size shall be 21.8 by 27.9 em. (8 1/2 by 11
inches) (letter size) with printed matter 16.5 by 24.1
em. (6 1/2 by 91/2 inches). The record shall be bound
with covers at their left edges in such manner as to lie
flat when open to any page and in one or more vol
umes of convenient size (approximately 100 pages per
volume is suggested). When there is more than one
volume, the numbers of the pages contained in each
volume shall appear at the top of the cover for each
volume.

(h) [Reserved]
(i) Each party shall file its exhibits with the

record specified in paragraph (c) of this section.
Exhibits include documents and things identified in
affidavits or on the record during the taking of oral
depositions as well as official records and publica
tions filed by the party under § 1.682(a). One copy of
each documentary exhibit shall be served. Documen
tary exhibits shall be filed in an envelope or folder
and shall not be bound as part of the record. Physical
exhibits, if not filed by an officer under § 1.676(d),
shall be filed with the record. Each exhibit shall con
tain a label which identifies the party submitting the
exhibit and an exhibit number, the style of the inter
ference (e.g., Jones v. Smith), and the interference
number. Where possible, the label should appear at
the bottom right-hand comer of each documentary
exhibit. Upon termination of an interference, an
administrative patent judge may return an exhibit to
the party filing the exhibit. When any exhibit is
returned, an order shall be entered indicating that the
exhibit has been returned.

G) Any testimony, record, or exhibit which
does not comply with this section may be returned
under § 1.6l8(a).
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[49 FR 48466, Dec. 12, 1984, addedeffective Feb. 11,
1985; paras. (a), (b), (c), (c)(l), (c)(4), (d), (g), & (i)
revised, paras. (c)(5) (I) & (b) removed, 60 FR 14488, Mar.
17, 1995, effective Apr. 21, 1995]

§ 1.654 Final hearing.

(a) Alan appropriate stage of theinterference,
the parties will be given an opportunity to appear
before the Board to present oral argument at a final
hearing. An administrative patent judge may set a date
and time for final hearing. Unless otberwise ordered
by an administrative patent judge or the Board, each
party will be entitled to no more than 30 minutes of
oral argument at final hearing. A party who does not
file a brief for final hearing (§ 1.656(a)) shall not be
entitled to appear at final hearing.

(b) The opening argument of a junior party
shall include a fair statement of the junior party's case
and the junior party's position with respect to the case
presented on behalf of any other party. A junior party
may reserve a portion of its time for rebuttal.

(c) A party shall not be entitled to argue that an
opponent abandoned, suppressed, or concealed an
actual reduction to practice unless a notice under
§ 1.632 was timely filed.

(d) After finalhearing, the interference shall be
taken under advisement by the Board, No further
paper shall be filed except under § 1.658(b) or as
authorized by an administrative patent judge or the
Board. No additional oral argument shall be had
unless ordered by the Board.

[49FR 48466,Dec. 12, 1984,addedeffectiveFeb, 11,
1985; paras. (a) & (d) revised, 60 FR 14488, Mar. 17, 1995,
effective April 21, 1995]

§ 1.655 Matters considered in rendering a final
decision.

(a) In rendering a final decision, the Boatd may
consider any properly raised issue, including priority
of invention, derivation by an opponent from a party
who filed a preliminary statement under § 1.625, pat
entability of the invention, admissibility of evidence,
any interlocutory matter deferred to final hearing, and
any other matter necessary to resolve the interference.
The Board may also consider whether an interlocutory
order should be modified. The burden of showing that
an interlocutory order should be modified shall be on

the party attacking the 6rder. The abuse of discretion
standard shall apply only to procedural matters.

(b) A party shall not be entitled to raise for con
sideration at final hearing any matter which properly
could have been raised by a motion under § 1.633 or
1.634 unless the matter was properly raised in a
Il1otion that was timely filed by the party under
§ 1.633 or 1.634 and the motion was denied or
deferred to final hearing, the matter was properly
raised by the party in a timely filed opposition to a
motion under § 1.633 or 1.634 and the motion was
granted over the opposition or deferred to final hear
ing, or the party shows good cause why the issue was
not properly raised by a timely filed motion or opposi
tion. A party that fails to contest, by way of a timely
filed prelimiriary motion under § 1.633(c), the desig
nation of a claim as corresponding to a count, or fails
to timely argue the separate patentability of a particu
lar claim when the ground for unpatentability is first
raised, may not subsequently argue to an administra
tive patent judge or the Board the separate patentabil
ity of claims designated to correspond to the count
with respect to that ground..

(c) In the interest of justice, the Board may
exercise its discretion to consider an issue even
though it would not otherwise be entitled to consider
ation under this section.

[49 FR 48466,Dec. 12, 1984, added effective Feb. 11,
1985; para. (a) revised, 58 FR49432, Sept. 23,1993, effec
tive Oct. 25, 1993; revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995; para. (a) revised, 64 FR 12900,
Mar. 16, 1999, effective Mar. 16, 1999]

§ 1.656 Briefs for final hearing.
(a) Each party shall be entitled to file briefs for

final hearing. The administrative patent judge shall
determine the briefs needed and shall set the time and
order for filing briefs.

(b) The opening brief of a junior party shall
contain under appropriate headings and in the order
indicated:

(1) A statement of interest indicating the full
name of every party represented by the attorney in the
interference and the name of the real party in interest
if the party named in the caption is not the real party
in interest.

(2) A statement of related cases indicating
whether the interference was previously before the
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Board for final hearing and the name and number of
any related appeal or interference which is pending
before, or which has been decided by, the Board, or
which is pending before, or which has been decided
by, the U.S. Court of Appeals for the Federal Circuit
or a district court in a proceeding under 35 U.S.c.
146. A related appeal or interference is one which will
directly affect or be directly affected by or have a
bearing on the Board's decision in the pending inter
ference.

(3) A table of contents, with page references,
and a table of cases (alphabetically arranged), statutes,
and other authorities cited, with references to the
pages of the brief where they are cited.

(4) A statement of the issues presented for
decision in the interference.

(5) A statement of the facts, in numbered
paragraphs, relevant to the issues presented for deci
sion with appropriate references to the record.

(6) An argument, which may be preceded by
a summary, which shall contain the contentions of the
party with respect to the issues it is raising for consid
eration at final hearing, and the reasons therefor, with
citations to the cases, statutes, other authorities, and
parts of the record relied on.

(7) A short conclusion stating the precise
relief requested.

(8) An appendix containing a copy of the
counts.

(c) The opening brief of the senior party shall
conform to the requirements of paragraph (b) of this
section except:

(1) A statement of the issues and of the facts
need not be made unless the party is dissatisfied with
the statement in the opening brief of the junior party
and

(2) An appendix containing a copy of the
counts need not be included if the copy of the counts
in the opening brief of the junior party is correct.

(d) Unless ordered otherwise by an administra
tive patent judge, briefs shall be double-spaced
(except for footnotes, which may be single-spaced)
and shall comply with the requirements of § 1.653(g)
for records except the requirement for binding.

(e) An original and four copies of each brief
must be filed.

(f) Any brief which does not comply with the
requirements of this section may be returned under
§ 1.618(a).

(g) Any party, separate from its opening brief,
but filed concurrently therewith, may file an original
and four copies of concise proposed findings of fact
and conclusions of law. Any proposed findings of fact
shall be in numbered paragraphs and shall be sup
ported by specific references to the record. Any pro"
posed conclusions of law shall be in numbered
paragraphs and shall be supported by citation of cases,
statutes, or other authority. Any opponent, separate
from its opening or reply brief, but filed concurrently
therewith, may file a paper accepting or objecting to
any proposed findings of fact or conclusions of law;
when objecting, a reason must be given. The Board
may adopt the proposed findings of fact and conclu
sions of law in whole or in part.

(h) If a party wants the Board in rendering its
final decision to rule on the admissibility of any evi
dence, the party shall file with its opening brief an
original and four copies of a motion (§ 1.635) to sup
press the evidence. The provisions of § 1.637(b) do
not apply to a motion to suppress under this para
graph. Any objection previously made to the admissi
bility of the evidence of an opponent is waived unless
the motion required by this paragraph is filed. A party
that failed to challenge the admissibility of the evi
dence of an opponent on a ground that could have
been raised in a timely objection under § 1.672(c),
1.682(c), 1.683(b) or 1.688(b) may not move under
this paragraph to suppress the evidence on that ground
at final hearing. An original and four copies of an
opposition to the motion may be filed with an oppo
nent's opening brief or reply brief as may be appropri
ate.

(i) When a junior party fails to timely file an
opening brief, an order may issue requiring the junior
party to show cause why the Board should not treat
failure to file the brief as a concession of priority. If
the junior party fails to show good cause within a time
period set in the order, judgment may be entered
against the junior party.

[49 FR 48466,Dec. 12, 1984, addedeffectiveFeb. 11,
1985; paras. (a), (b)(l)-(b)(8), (d), (e), (g), (h), & (i)
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]
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§ 1.657 Burden of proof as to date of invention.
(a) A rebuttable presumption shall exist that, as

to each count, the inventors made their invention in
the chronological order of their effective filing dates.
The burden of proof shall be upon a party who con
tends otherwise.

(b) In an interference involving. copending
applications or involving a patent andan application
having an effective filing date on or before the date
the patent issued, a junior party shall have the burden
of establishing priority by a preponderance of the evi
dence.

(c) In aninterference involving an application
and a patent and where the effective filing date ofthe
application is after the date the patent issued, ajunior
party shall havethe burden of establishing priority by
clear and convincing evidence.

[49FR 48466, Dec.. 12, 1984, added effective Feb.• 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21,1995]

§ 1.658 Final decision.
(a) After final hearing, the Board shall enter a

decision resolving tbe issues raised at final hearing.
The decisionI1lay enter judgment, in whole or in part,
remand the interference to an administrative patent
judge for further proceedings, or take further action
not inconsistent with law. A judgmentas to a count
shall state whether or not each party is entitled to a
patent containing the claims in the party's patent or
application which correspond to the count. When the
Board enters a decision awarding judgment as to all
counts, .the decision shall beregarded as a final deci
sion for the purpose of judicial review (35 U.S.c.
141-144, 146) unless a request for reconsideration
under paragraph (b) of this section is timely filed.

(b) Any request for reconsideration of a deci
sion under paragraph (a) of this section shall be filed
within one month after the date of the decision. The
request for reconsideration shall specify with particu
larity the points believed to have been misappre
hended or overlooked in rendering the decision. Any
opposition to a request for reconsideration shall be
filed within 14 days of the date of service of the
request for reconsideration. Service of the request for
reconsideration shall be by hand or Express Mail. The
Board shall enter a decision on the request for recon
sideration. If the Board shall be of the opinion that the

decision on the request for reconsideration signifi
cantly modifies its original decision under paragraph
(a) of this section, the Board may designate the deci
sion on the request for reconsideration as a new deci
sion.·A decision on reconsideration is a final decision
forthe purpose of judicial review (35 U.S.C. 141-144,
146).

(c) A judgment in an interference settles all
issues which (l)were raised and decided in the inter
ference, (2) could have been properly raised and
decided in the interference by a motion under § 1.633
(a) through (d) and (f) through (j) or § 1.634, and
(3) could have been properly raised and decided in an
additional interference with a motion under
§ 1.633(e). A losing party who could have properly
moved, but failed to move, under § 1.633 or 1.634,
shall be estopped to. take ex parte or inter partes
action in the Patent and Trademark Office after the
interference which is inconsistent with that party's
failure to properly move, except that a losing party
shall riotbe estopped with respect to any claims which
correspond, or properly could have corresponded, to a
count as to which that party was awarded a favorable
judgment.

[49FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b), 54FR29553, July 13, 1989, effective Aug.
20,1989; paras. (a) & (b) revised, 60 FR 14488, Mar. 17,
1995, effective Apr. 21,1995]

§ 1.659 Recommendation.
(a) Should the Board have knowledge of any

ground for rejecting. any application claim not
involved in the judgment of the interference, it may
include in its decisiona recommended rejection of the
claim. Upon resumption of ex parte prosecution of the
application, the examiner shall be bound by the rec
ommendation and shall enter and maintain the recom
mended rejection unless an amendment or showing of
facts not previously of record is filed which, in the
opinion of the examiner, overcomes the recommended
rejection.

(b) Should the Board have knowledge of any
ground for reexamination of a patent involved in the
interference as to a patent claim not involved in the
judgment of the interference, it may include in its
decision a recommendation to the Commissioner that
the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.
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(c) The Board may make any other recommen
dation to the examiner or the Commissioner as may
be appropriate.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985]

§ 1.660 Notice of reexamination, reissue, protest,
or litigation.

(a) When a request for reexamination of a
patent involved in an interference is filed, the patent
owner shall notify the Board within 10 days of receiv
ing notice that the request was filed.

(b) When an application for reissue is filed by a
patentee involved in an interference, the patentee shall
notify the Board within 10 days of the day the appli
cation for reissue is filed.

(c) When a protest under § 1.291 is filed
against an application involved inan interference, the
applicant shall Ilotify the Board within 10 days of
receiving notice that the protest was filed.

(d) A party in an interference shall notify the
Board promptly of any litigation related to any patent
or application involved in an interference, including
any civil action commenced under 35 U.S.c. 146.

(e) The notice required by this section is
designed to assist the administrative patent judge and
the Board in efficiently handling interference cases.
Failure of a party to comply with the provisions of
this section may result in sanctions under § 1.616.
Knowledge by, or notice to, an employee of the Office
other than an employee of the Board, of the existence
of the reexamination, application for reissue, protest,
or litigation shall not be sufficient. The notice con
templated by this section is notice addressed to the
administrative patent judge in charge of the interfer
ence in which the application or patent is involved.

[49 FR 48467, Dec. 12, 1984, addedeffective Feb. 11,
1985; para. (e) added, 60 FR 14488, Mar. 17, 1995, effec
tive Apr. 21, 1995]

§ 1.661 Termination of interference after jUdg
ment,

After a final decision is entered by the Board, an
interference is considered terminated when no appeal

(35 U.S.C. 141) or other review (35 U.S.C. 146) has
been or can be taken or had.

[49FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985]

§ 1.662 Request for entry of adverse judgment;
reissue filed by patentee.

(a) A party may, at any time during an interfer
ence, request and agree to entry of an adverse judg
ment. The filing by a party of a written disclaimer of
the invention defined by a count, concession of prior
ity or unpatentability of the subject matter of a count,
abandonment of the invention defined by a count, or
abandonment of the contest as to a count will be
treated as a request for entry of an adverse judgment
against the applicant or patentee as to all claims which
correspond to the count. Abandonment of an applica
tion, other than an application for reissue having a
claim of the patent sought to be reissued involved in
the interference, will be treated as a request for entry
of an adverse judgment against the applicant as to all
claims corresponding to all counts, Upon the filing by
a party of a request for entry of an adverse judgment,
the Board may enter judgment against the party.

(b) If a patentee involved in an interference
files an application for reissue during the interference
and the reissue application does not include a claim
that corresponds to a count, judgment may be entered
against the patentee. A patentee Who files an applica
tion for reissue which includes a claim that corre
sponds to a count shall, in addition to complying with
the provisions of § 1.660(b), timely file a preliminary
motion under § 1.633(h) or show good cause why the
motion could not have been timely filed or would not
be appropriate.

(c) The filing of a statutory disclaimer under
35 U.S.C. 253 by a patentee will delete any statutorily
disclaimed claims from being involved in the interfer
ence. A statutory disclaimer will not be treated as a
request for entry of an adverse judgment against the
patentee unless it results in the deletion of all patent
claims corresponding to a count.

[49FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b) amended, 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988; paras. (a) & (e) revised, 60 FR
14488, Mar. 17, 1995, effective Apr. 21,1995]

August 2001 R-166



PATENT RULES § 1.671

§ 1.663 Status of claim of defeated applicant after
interference.

Whenever an adverse judgment is entered as to a
count against an applicant from which .no appeal
(35 U.S.c. 141) or other review (35 U.S.C. 146) has
been or can be taken or had, the claims of the applica
tion corresponding to the count stand finally disposed
of without further action by the examiner. Such-claims
are not open to further ex parte prosecution.

[49FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985]

§ 1.664 Action after interference•.

(a) After termination of an interference, the
examiner will promptly take such action inany appli
cation previonsly involved in the interference as may
be necessary. Unless entered by order of an adminis
trative patentjudge, amendments presented during the
interference shall not be entered, but may be subse
quently presented by the applicant subject to the pro,
visions of this subpart provided prosecntionof the
application is not otherwise closed.

(b) After judgment, the application of any party'
may be held subject to further examination, including
an interference with another application.

[49 FR 48467, Dec,12, 1984;50 FR23124, May 31,
1985, addedeffective Feb. 11,1985; revised, 60 FR 14488,
Mar. 17,1995, effective Apr. 21, 1995]

§ 1.665 Second interference.

A· second interference between the same parties
will not be declared upon an application not involved
in an earlier interference for an invention defined by a
count of the earlier interference. See § 1.658(c).

[49FR 48468, Dec. 12, 1984, added effective Feb. 11,
1985]

§ 1.666 Filing of interference settlement agree
ments.

(a) Any agreement or understandingbetween
parties to an interference, including any collateral
agreements referred to therein, made in connection
with Of in contemplation of the termination of the
interference, must be in writing and a true copy
thereof must be filed before the termination of the

interference (§ 1.661) as between the parties to the
agreement or understanding.

(b) If any party filing the agreement or under
standing under paragraph (a) of this section so
requests, the copy will be kept separate from the file
of the interference, and made available only to Gov
ernmentagencieson written request,.or to any person
upon. petition accompanied by. the fee set forth in
§ 1.l7(h) and on a showing of good cause.

(c) Failure to file the copy of the agreement or
understanding under paragraph (a)Of this section will
render permanently unenforceable such agreement Or
understanding and any patent of the Parties involved
ill the interference or any patent subsequently isslted
on any application of the. parties so. involved .. The
Commissioner may, however, upon petition accompa
nied by the fee set forth in § 1.17(h) and on a showing
of goodcause for failure to file within the time pre
scribed, permit the filing of the agreement or under
standing during the six month period subsequent to
the termination of the interference as between the par
ties' to the agreement or understanding.

[49FR 48468, Dec. 12, 1984, addedeffective Feb. 11,
1985; 50 FR 23124, May 31, 1985; para. (b), 54 FR 6893,
Feb. 15, 1989, effective Apr. 17, 1989; amended 60 FR
14488, Mar. 17, 1995, effective Apr. 21, 1995; paras. (a) &
(b) amended, 60 FR 20195, Apr. 25,1995, effectiveJune 8,
1995; para (b) revised, 65 FR 54604, Sept. 8, 2000, effec
tive Nov. 7, 2000]

§ 1.671 Evidence mnst comply with rules.

(a) Evidence consists of affidavits, transcripts
of depositions, documentsand things.

(b) Except as otherwise provided in this sub
part, the Federal Rules .of Evidence shall apply to
interference proceedings. Those portions of the Fed
eral Rules of Evidence relating to criminal actions,
juries, and other matters notrelevant to interferences
shall not apply.

(c) Unless the context is otherwise clear, the
following terms of the. Federal Rules of Evidence
shall be construed.as follows:

(1) Courts of the United States, U.S. Magis
trate, court, trial court, or trier offact means adminis
trative patent judge or Board as may be appropriate.

(2) Judge means administrative patent judge.

(3) Judicial notice means official notice.
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(4) Civil action,' civil proceeding, action, or
trial mean interference.

(5) Appellate court means United States
Court of Appeals for the Federal Circuit or a United
States district court when judicial review is under
35 U.S.C. 146.

(6) Before the hearing in Rule 703 of the
Federal Rules of Evidence means before giving testi
mony by affidavit or oral deposition.

(7) The trial or hearing in Rules 803(24) and
804(5) of the Federal Rules of Evidence means the
taking of testimony by affidavit or oral deposition.

(d) Certification isnot necessary as a condition
to admissibility when the record is a rec?rd of the
Patent and Trademark Office to which all parties have
access.

(e) A party may not rely on an affidavit (includ
ing exhibits), patent, or printed publication previously
submitted by the party under § 1.639(b)unless a copy
of the affidavit, patent, or printed publication has.been.
served and a written notice is filed prior to the close of
the party's relevant testimony period stating that the
party intends to rely on the affidavit, patent, orprinted
publication. When proper notice is given under
this paragraph, the affidavit, patent, or printed publi
cation shall be deemed as filed under § 1.640(b),
§ 1.640(e)(3), or § 1.672, as appropriate.

(f) The significance of documentary and other
exhibits identified by a witness in an affidavit or dur
ing oral deposition shall be discussed with particular
ity by a witness.

(g) A party must file a motion (§1.635) seeking
permission from an administrative patent judge prior
to compelling testimony or production of documents
or things under 35 U.S.C.· 24 or from an opposing
party. The motion shall describe the general nature
and the relevance of the testimony, document, or
thing. Ifpermission is granted, the party shall notice a
deposition under § 1.673 and may proceed to take tes
timony.

(h) A party tnust file amotion (§ 1.635) seeking
permission from an administrative patent judge prior
to compelling testimony or production of documents
or things in a foreign country.

(l) In the case of testimony, the motion shall:
(i) Describe the general nature and rele

vance of the testimony;

(ii) Identify the witness by name or title;
(iii) Identify the foreign country and

explain why the party believes the witness can be
compelled to testify in the foreign country, including
a description of the procedures that will be used to
compel the testimony in the foreign country and an
estimate of the time it is expected to take to obtain the
testimony; and

(iv): Demonstrate that the party has made
reasonable efforts to secure the agreement of the wit
ness to testify in the United Statesbut has been unsuc
cessful in obtaining the agreement, even though the
party has offered to pay the expenses of the witness to
travel to and testify in the United States.

(2) In the case of production of a document
or thing, the motion shall:

(i) Describe the general nature and rele
vance of the document Or thing;

(ii) Identify the foreign country and
explain why the party believes production of the doc
ument or thing can be compelled in the foreign coun
try,'including a description of the procedures that will
be used to compel production of the document or
thing in the foreign country and an estimate of the
time it is expected to take to obtain production of the
document or thing; and

(iii) Demonstrate that the party has made
reasonable efforts to obtain the agreement of the indi
vidual or entity having.possession, custody, or control
of the document to produce the document or thing in
the United States but has been unsuccessful in obtain
ing that agreement, even though the party has offered
to pay the expenses of producing the document or
thing in the United States.

(i) Evidence which is not taken or sought and
filed in accordance with this subpart shall not be
admissible.

0) The weight to be given deposition testimony
taken in a foreign country will be determined in view
of all the circumstances, including the laws of the for
eign country governing the testimony. Little, if any,
weight may be given to deposition testimony taken in
a foreign country unless the party taking the testi
mony proves by clear and convincing evidence, as a
matter of fact, that knowingly giving false testimony
in that country in connection with an interference pro
ceeding in the United States Patent and Trademark
Office is punishable under the laws of that country
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and that the punishment in that country for snch false
testimony is comparable to or greater than the pnnish
ment for perjury committed in the United States. The
administrative patent judge and the Board, in deter
mining foreign law, may consider any relevant mate
rial or source, including testimony, whether or not
submitted by a party or admissible under the Federal
Rules of Evidence.

[49FR 48468, Dec. 12, 1984, addedeffective Feb. II,
1985; 50 FR 23124, May31,1985; paras. (a),(c)(I), (c)(2),
(c)(6), (c)(7), (ej-tj) revised, 60 FRI4488, Mar. 17, 1995,
effective Apr. 21,1995; para. (a)revised, 65 FR 56972,
Sept. 20,2000, effectiveOcl. 20,2000 (adopted asfinal, 65
FR 70489, Nov. 24, 2000); para. (e) revised, 65 FR 70489,
Nov. 24,2000, effectiveDec. 26,2000]

§ 1.672 Manner of taking testimony,
(a) Unless testimony must be compelled under

35 U.S.c. 24, compelled from aparty, or compelled in
a foreign country, testimony of a witness shall be
taken by affidavit in accordance with this subpart.
Testimony which must be compelled under 35 U.S.C.
24, compelled from a party, or compelled in a foreign
country shall be taken by oral deposition.

(b) A party prese~ting testimony of a\Vitness
by affidavit shall, within the time set by the adminis
trative patent judge forservingaffidavits, file a copy
of the affidavit or, if appropriate, notice under
§ 1.671(e). If theaffidavitrelates to a party's case-in
chief, it shall be filed or noticed.no.later than the date
set by an administrative patent judge for the party to
file affidavits for its case-in-chief. If the affidavit
relates to a party's case-in-rebuttal, it shall be filed or
noticed no later than the date set by an administrative
patent judge for the party to file affidavits for its case
in-rebuttal. A party shall not be entitled to rely on any
document referred to in the affidavit unless a copy of
the document is filed with the affidavit. A party shall
not be entitled to rely on any thing mentioned in the
affidavit unless the opponent is given reasonable
access to the. thing. A thing is something other than a
document. The pages of affidavits filed under. this
paragraph and of any other testimony filed therewith
under §§ 1.683(a) and 1.688(a) shall, to the extent
possible, be given sequential numbers which shall
also serve as the record page numbers for theaffida
vits and other testimony in the party's record to be
filed under § 1.653.·Exhibitsidentifiedin the affida-

vits or in any other testimony filed under §§ 1.683(a)
and 1.688(a) and any official records and printed
publications filed under § 1.682(a) shall, to the extent
possible, be given sequential exhibit numbers, which
shall also serve as the exhibit numbers when the
exhibits are filed with the party's record. The affida
vits, testimony filed under §§ 1.683(a) and 1.688(a)
and exhibits shall be accompanied by aJ1 index of the
names of the witnesses, giving the number of the page
where the testimony of each witness begitls, and by an
index of the exhibits briefly describing the nature of
each exhibit and giving the number of the page where
each exhibit is first identified and offered into evi
dence.

(c) If an opponent objects to the admissibility
of any evidence contained in or submitted with an
affidavit filed under paragraph (b) of this section, the
opponent must, no later than the date set by the
administrative patent judge for filing objections under
this paragraph, file objections stating with particular
ity the nature of each objection. An opponent that fails
to object to the admissibility of the evidence con
tained in or submitted with an affidavit on a ground
that could have been raised in a timely objection
under this paragraph will J10t be entitled to move
under § 1.656(h) to suppress the evidence on that
ground, If an opponent timely files objections, the
party may, within 20 days of the due date for filing
objections, file one or more supplemental affidavits,
official records or printed publications to overcome
the objections, No objection to the admissibility of the
supplemental evidence shall be made, except as pro
vided by§ 1.656(h). The pages of supplemental affi
davits filed under this paragraph shall, to the extent
possible, be sequentially numbered beginning with
the number following the last page number of the
party's testimony submitted under paragraph (b) of
this section. The page numbers assigned to the supple
mental affidavits shall also serve as the record page
numbers for the supplemental affidavits in the party's
record filed under § 1.653. Additional exhibits identi
fied in supplementalaffidavits and any supplemental
official records and printed publications shall, to the
extent possible, be given sequential numbers begin
ning with the number following the last number of the
exhibits submitted under paragraph (b) of this section.
The exhibit numbers shall also serve as the exhibit
numbers when the exhibits are filed with the party's
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record. The supplemental affidavits shall be accompa
nied by au index of the names of the witnesses and an
index of exhibits of the type specified in paragraph (b)
of this section.

(d) After the time expires for filing objections
and supplemental affidavits, or earlier when appropri
ate, the administrative patent judge shall set a time
within which any opponent may file a request to
cross-examine an affiant on oral deposition. If any
opponent requests cross-examination of an affiant, the
party shall notice a deposition at a reasonable location
within the United States under § 1.673(e) for the pur
pose of cross-examination by any opponent. Any redi
rect and recross shall take place at the deposition. At
any deposition for the purpose of cross-examination
of a witness, the party shall not be entitled to rely on
any document or thing not mentioned in one or more
of the affidavits filed under paragraphs (b) and (c) of
this section, except to the extent necessary to conduct
proper redirect. The party who gives notice of a depo
sition shall be responsible for providing a translator if
the witness does not testify in English, for obtaining a
court reporter, and for filing a certified transcript of
the depositionas required by § 1.676. Within 45 days
of the close of the period for taking cross-examina
tion, the party shall serve (but not file) a copy of each
transcript on each opponent together with copies of
any additional documentary exhibits identified by the
witness during the deposition. The pages of the tran
scripts served under this paragraph shall, to the extent
possible, be sequentially numbered beginning with
the number following the last page number of the
party's supplemental affidavits submitted under para
graph (c) of this section. The numbers assigned to the
transcript pages shall also serve as the record page
numbers for the transcripts in the party's record filed
under § 1.653. Additional exhibits identified in the
transcripts, shall, to the extent possible, be given
sequential numbers beginning with the number fol
lowing the last number of the exhibits submitted
under paragraphs (b) and (c) of this section. The
exhibit numbers assigned to the additional exhibits
shall also serve as the exhibit numbers when those
exhibits are filed with the party's record. The deposi
tion transcripts shall be accompanied by an index of
the names of the witnesses, giving the number of the
page where cross-examination, redirect and recross of

each witness begins, and an index of exhibits of the
type specified in paragraph (b) of this section.

(e) [Reserved]
(f) When a deposition is authorized to be taken

within the United States under this subpart and if the
parties agree in writing, the deposition may be taken
in any place within the United States, before any per
son authorized to administer oaths, upon any notice,
and in any manner, and when so taken may be used
like other depositions.

.(g) If the parties agree in writing, the affidavit
testimony of any witness may be submitted without
opportunity for cross-examination.

(h) If the parties agree in writing, testimony
may be submitted in the form of an agreed statement
setting forth how a particular witness would testify, if
called, or the facts in the case of one or more of the
parties. The agreed statement shall be filed in the
Patent and Trademark Office. See § 1.653(a).

(i) In an unusual circumstance and upon a
showing that testimony cannot be taken in accordance
with the provisions of this subpart, an administrative
patent judge upon motion (§ 1.635) may authorize tes
timony to be taken in another manner.

[49FR 48468, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21,1995]

§ 1.673 Notice of examination of witness.
(a) A party authorized to take testimony of a

witness by deposition shall, after complying with
paragraphs (b) and (g) of this section, file and serve a
single notice of deposition stating the time and place
of each deposition to be taken. Depositions to be
taken in the United States may be noticed for a rea
sonable time and place in the United States. A deposi
tion may not be noticed for any other place without
approval of an administrative patent judge. The notice
shall specify the name and address of each witness
and the general nature of the testimony to be given by
the witness. If the name of a witness is not known, a
general description sufficient to identify the witness
or a particular class or group to which the witness
belongs may be given instead.

(b) Unless the parties agree or an administrative
patent judge or the Board determine otherwise, a party
shall serve, but not file, at least three working days
prior to the conference required by paragraph (g) of
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this section, if service is made by hand or Express
Mail, or at least 14 days prior to the conference if ser
vice is made by any other means, the following:

(1) A list and copy of each document in the
party's possession, custody, or control and upon
which the party intends to rely at any deposition and

(2) A .list of and a proffer of reasonable
access to things in the party's possession, custody, or
control and upon which the party intends to rely at
any deposition.

(c) A party shall not be permitted to rely on any
witness not listed in the notice, or any document not
served or any thing not listed as required by paragraph
(b) of this section:

(1) Unless all opponents agree in writing or
on the record. to permit the party to rely on the wit
ness, document or thing,or

(2) Except upona motion (§ 1.635) promptly
filed which is accompanied by any proposed notice,
additional documents, or lists and which shows good
cause why the notice, documents, or lists were not
served in accordance withthis section.

(d) Each opponent shall have a full opportunity
to attend a deposition and cross-examine.

(e) A party. who has. presented testimony by
affidavit and is reqnired to notice depositions for the
purpose of cross-examination under § L672(b), shall,
after complying with paragraph (g) of this section, file
and serve a single notice ofdeposition stating the time
and place of each cross-examination deposition to be
taken.

(f) The parties shall not take depositions in
more than one place at the same time or so nearly at
the same time that reasonable opportunity to travel
from one place of deposition to another cannot be had.

(g) Before serving a notice of deposition and
after complying with paragraph (b) of this section, a
party shall have an oral coriference with all opponents
to attempt to agree on a mutlially acceptable time arid
place for conducting the deposition. A certificate shall
appear in the notice stating that the oral conference
took place or explainirig why the conference could not
be had. If the parties cannot agree to a mutually
acceptable place and time for conducting the deposi
tion at the conference, the parties shall contact an
administrative patent judge who shall then designate
the time and place for conducting the deposition.

(h) A copy of the notice of deposition shall be
attached to the certified transcript of the deposition
filed under § L676(a).

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985: paras. (a)-(e) & (g) revised, 60 FR 14488, Mar. 17,
1995, effective Apr. 21, 1995]

§ 1.674 Persons before whom depositions may be
taken.

(a) A deposition shall be taken before an officer
authorized to administer oaths by the laws of the
United States or of the place where the examination is
held.

(b) Unless the parties agree in writing, the fol
lowing persons shall not be competent to serve as an
officer:

(1) a relative or employee of a party,
(2) a relative or employee of an attorney or

agent of a party, or
(3) a person interested, directly or indirectly,

in the interference either as counsel, attorney, 'agent,
or otherwise.

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a)revised, 60FR 14488, Mar. 17, 1995, effec
tive Apr. 21, 1995]

§ 1.675 Examination of witness, reading and
signing transcript of deposition.

(a) Each witness before giving an oral deposi
tion shall be duly sworn according to law by the
officer before whom the deposition is to be taken.

(b) The testimony shall be taken in answer to
interrogatories with any questions and answers
recorded in their regular order by the officer or by
someother person, who shall be subject to the provi
sions of § L674(b), in the presence of the officer
unless the presence of the officer is waived on the
record by agreement of all parties.

(c) All objections made at the time of the depo
sition to the qualifications of the officer taking the
deposition, the manner of taking it, the evidence pre
sented, the conduct of any party, and any other objec
tion to the proceeding shall be noted on the record by
the officer. Evidence objected to shall be taken subject
to any objection.

(d) Unless the parties agree in writing or waive
reading and signature by the witness on the record at
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the deposition, when the testimony has been tran
scribed a transcript of the deposition shall, nnless the
witness refuses to read and/or sign the transcript of
the deposition, be read by the witness and then signed
by the witness in the form of:

(1) An affidavit in the presence of any notary
or

(2) A declaration.

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; para. (d) revised, 60FR 14488, Mar 17, 1995, effec
tiveApr. 21, 1995]

§ 1.676 Certification and filing by officer, mark
ing exhibits.

(a) The officer shall prepare a certified tran
script of the deposition by attaching to a transcript of
the deposition a copy of the notice of deposition, any
exhibits to be annexed to the certified transcript, and a
certificate signed and sealed by the officer and show
ing:

(1) The witness was duly sworn by the
officer before commencement of testimony by the
witness.

(2)· The transcript is a true record of the testi
mony given by the witness.

(3) The name of the person by whom the tes
timony was recorded and, if not recorded by the
officer, whether the testimony was recorded in the
presence of the officer.

(4) The presence or absence of any opponent.
(5) . The place where the deposition was taken

and the day and hour when the deposition began and
ended.

(6) The officer is not disqualified under
§ 1.674.

(b) If the parties waived any of the require
ments of paragraph (a) of this section, the certificate
shall so state.

(c) The officer shall note on the certificate the
circumstances under which a witness refuses to sign a
transcript.

(d) Unless the parties agree otherwise in writing
or on the record at the deposition, the officer shall
securely seal the certified transcript in an envelope
endorsed with the style of the interference (e.g., Smith
v. Jones), the interference number, the name of the
witness, and the date of sealing and shall promptly
forward the envelope to BOX INTERFERENCE,

Commissioner of Patents and Trademarks, Washing
ton, D.C. 20231. Documents and things produced for
inspection during the examination of a witness, shall,
upon request of a party, be marked for identification
and annexed to the certified transcript, and may be
inspected and copied by any party, except that if the
person producing the documents and things desires to
retain them, the person may: (1) Offer copies to be
marked for identification and annexed to the certified
transcript and to serve thereafter as originals if the
person affords to all parties fair opportunity to verify
the copies by comparison with the originals or
(2) Offer the originals to be marked for identification,
after giving each party an opportunity to inspect and
copy them, in which event the documents and things
may be used in the same manner as if annexed to the
certified transcript. The exhibits shall then be filed as
specified in § 1.653(i). If the weight or bulk of a docu
ment or thing shall reasonably prevent the document
or thing from being annexed to the certified transcript,
it shall, unless waived on the record at the deposition
of all parties, be authenticated by the officer and for
warded to the Commissioner in a separate package
marked and addressed as provided in this paragraph.

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; para. (a)(4) revised,
60 FR 14488, Mar. 17,1995, effective Apr. 21, 1995]

§ 1.677 Form of an affidavit or a transcript of
deposition.

(a) An affidavit or a transcript of a deposition
must be on opaque, unglazed, durable paper approxi
mately 21.8 by 27.9 em. (8 1/2 by 11 inches) in size
(letter size). The printed matter shall be double
spaced on one side of the paper in not smaller than
11 point type with a margin of 3.8 em. (1 1/2 inches)
on the left-hand side of the page. The pages of each
transcript must be consecutively numbered and the
name of the witness shall appear at the top of each
page (§ 1.653(e)). In transcripts of depositions, the
questions propounded to each witness must be con
secutively numbered unless paper. with numbered
lines is used and each question must be followed by
its answer.

(b) Exhibits must be numbered consecutively to
the extent possible and each must be marked as
required by § 1.653(i).
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[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.678 Time forfiIing transcript of deposition.

Unless .otherwise ordered by an administrative
patent judge, a certified transcript of a deposition
must be filed in the Patent and Trademark Office
within one month after the date of deposition..If a
party refuses to file a certified transcript, the adminis
trative patent judge Or the Board may take appropriate
action under § 1.616. If a party refuses to file acerti-.
fied trauscript, lUly opponent may move for leave to
file the certified transcript and include a copy of the
transcript as part of the opponent's record.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995,effective Apr.
21, 1995]

§ 1.679 Inspection of transcript.

A certified transcript of a deposition filed in the
Patent and TrademarkOffice may be inspected by any
party. The certified transcript may not be removed
from the Patent and Trademark Officeunless autho
rized by an administrative patent judge upon such
tenlls as may be appropriate.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488,Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.682 [Reserved]

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995; removed and reserved, 65 FR 56792, Sept. 20,
2000, effective Oct. 20, 2000]

§ .1.683 [Reserved]

[49FR48470, Dec. 12,}984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995; removed and reserved, 65 FR 56792, Sept. 20,
2000, effective Oct. 20, 2000]

§ 1.684 [Reserved]

§ 1.685 Errors and irregularities in depositions.
(a) An-error in a notice for taking a deposition

is waived unless a motion (§ 1.635) to quash the
notice is filed as soon as the error is, or could have
been, discovered.

(b) An objection to a qualification of an officer
taking a deposition is waived unless;

(l) The objection is made on the record of
the deposition before a witness begins to testify.

(2) If discovered after the deposition, a
motion (§ 1.635) to suppress the deposition is filed as
soon as the objection is, or could have been, discovc

ered.
(c) An error or irregularity in the manner in

which testimony is transcribed, a certified transcript is
signed by a witness, or a certified transcript is pre
pared, signed, certified, sealed, endorsed, forwarded,
filed, or otherwise handled by the officer is waived
unless a motion (§ 1.635) to suppress the deposition is
filed as soon as the error of irregularity.is, or could
have been, discovered.

(d) An objection to the deposition on any
grounds, such as the competency of a witness, admis
sibility of evidence, manner of taking the deposition,
the form of questions and answers, an)' oath or affir
mation, or conduct of any party at the deposition, is
waived unless an.objection. is made on the record at
the deposition stating the specific ground of objection.
Any objection which a party wishes considered by the
Board at final hearing shall be included in a motion to
suppress under § 1.656(h).

(e) Nothing in this Section precludes taking
notice of plain errors affecting substantial rights
although they were not brought to the attention of an
adtninistrative patent judge or the Board.

[49 FR 48471; Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31,1985; amended, 60 FR 14488,
M.ar. 17, 1995, effective Apr. 21,1995]

§ 1.687 Additional discovery.
(a) A party is notentitled to-discovery except as

authorized in. this subpart. .
(b) Where appropriate, a party may obtain pro

duction of documents and things during cross-exami
nation of an opponent's witness or during the
testimony period of the party's case-in-rebuttal.

(c) Upon a motion (§ 1.635) brought by a party
within the time set by an administrative patent judge
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under§ 1.651 or thereafter asanthorized by § 1.645
and upon a showing that the interest of justice so
requires, an administrative patent judge may order
additional discovery, as to matters underthe control of
a party within the scope of the Federal Rilles of Civil
Procedure, specifying the terms and conditions of
such additional discovery. See § 1.647 concerning
translations of documents in a foreign language.

(d) The parties may agree to discovery among
themselves at any time. In the absence of an agree
ment, a motion for additional discovery shall not be
filed except as authorized by this subpart.

[49FR 48471,Dec. 12, 1984, addedeffective Feb. 11,
1985; paras. (d) & (e) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.688 [Reserved]

[49 FR 48471, Dec. 12, 1984, addedeffective Feb.11,
1985; revised, 60 FR 14488, Mar. 17, 1995,effective Apr.
21, 1995; removed and reserved, 65 FR 56792, Sept. 20,
2000,effective Oct. 20, 2000]

§ 1.690 Arbitration of interferences.

(a) Parties to a patent interference may deter
mine the interference or any aspect thereof by arbitra
tion. Such arbitration shall· be governed by the
provisions of Title 9, United States Code. The parties
must notify the Board in writing of their intention to
arbitrate. An agreement to arbitrate must be in writ
ing, specify the issues to be arbitrated, the name of the
arbitrator or a date not more than thirty (30) days after
the execution of the agreement for the selection of the
arbitrator, and provide that the arbitrator's award shall
be binding on the parties and that judgment thereon
can be entered by the Board. A copy of the agreement
must be filed within twenty (20) days after its execu
tion. The parties shall be solely responsible for the
selection of the arbitrator and the rules forconducting
proceedings before the arbitrator. Issues not disposed
of by the arbitration will be resolved in accordance
with the procedures established in this subpart, as
determined by the administrative patent judge.

(b) An arbitration proceeding under this section
shall be conducted within such time as may be autho
rized on a case-by-case basis by an administrative
patent judge.

(c) An arbitration award will be given no con
sideration unless it is binding on the parties, is in writ
ing and states in a clear and definite manner the issue
or issues arbitrated and the disposition of each issue
The award may include a statement of the grounds
and reasoning in support thereof. Unless otherwise
ordered by an administrative patent judge, the parties
shall give notice to the Board of an arbitration award
by filing within twenty (20) days from the date of the
award a copy of the award signed by the arbitrator or
arbitrators. When an award is timely filed, the award
shall, as to the parties to the arbitration, be dispositive
of the issue or issues to which it relates.

(d) An arbitration award shall not preclude the
Office from determining patentability of any inven
tion involved in the interference.

[Added, 52 FR 13838, Apr. 27, 1987; paras. (a)-(c)
revised, 60·FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

Subpart F - Extension of Patent Term

ADJUSTMENT OF PAlENT TERM
DUE TO EXAMINATION DELAY

§ 1.701 Extension of patent term due to examina
tion delay under the Uruguay Round
Agreements Act (original applications,
other than desigus, filed on or after June
8, 1995, and before May 29, 2000).

(a) A patent, other than for designs, issued on
an application filed on or after June 8, 1995, is enti
tled to extension of the patent term if the issuance of
the patent was delayed due to:

(1) Interference proceedings under 35 U.S.C.
135(a); and/or

(2) The application being placed under a
secrecy order under 35 U.S.c. 181; and/or

(3) Appellate review by the Board of Patent
Appeals and Interferences or by a Federal court under
35 U.S.c. 141 or 145, if the patent was issued pursu
ant to a decision reversing an adverse determination
of patentability and if the patent is not subject to a ter
minal disclaimer due to the issuance of another patent
claiming subject matter that is not patentably distinct
from that under appellate review.

(b) The term of a patent entitled to extension
under paragraph (a) of this section shall be extended
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for the sum of the periods of delay calculated under
paragraphs (c)(l); (c)(2), (c)(3) and (d) of this section,
to the extentthatthese periods are not overlapping, up
to a maximum of five years. The extension will run
from the expiration date of the patent.

(c)(l) The period of delay under paragraph
(a)(l) of this section for an application is the sum of
the following periods, to the extent that the periods
are not overlapping:

(i) With respect to each 'interference in
which the application was involved, the number of
days, if any, in the period beginning on the date the
interference was declared or redeclared to involve the
application in the interference and ending on the date
that the interference was terminated with respect to
the application; and

(ii) The number of days, if any, in the
period beginning on the date prosecution in the appli
cation was susp~nded by the Patent· and Trademark
Office due to interference proceedings under
35 U.S.c. 135(a) not involving the application and
ending on the date' of the termination of the suspen
sion.

(2) The period of delay under paragraph
(a)(2) of this section for an application is the sum of
the following periods, to the extent that the periods
are not overlapping:

(i) The number of days, if any, the appli
cation was maintained .in a sealed condition under
35U.S.C.18l;

(ii) The number of days, if any, in the
period beginning on the date of mailing of an exam
iner's answer under § 1.193 in the application under
secrecy order and ending on the date the secrecy order
and any renewal thereof was removed;

(iii) The number of days, 'if any, in the
period beginning on the date applicant was notified
that an interference would be declared but for the
secrecy order and ending on the date the secrecy order
and any renewal thereof was removed; and

(iv) The number of days,if any, in the
period beginning on the date of notification under
§ 5.3(c) and ending on the date of mailing of the
notice ofallowance under § 1.311.

(3) The period of delay under paragraph
(a)(3) of this section is the sum of the number of days,
if any, in the period beginning on the date on which an
appeal to the Board of Patent Appeals and Interfer-

ences was filed under 35 U;S.C. 134 and ending on
the date of a final decision in favor of the applicant by
the Board of Patent Appeals and Interferences or by a
Federal court in an appeal under 35 U.S,c. 141 or a
civil action under 35 U.S.C. 145.

(d) The period of delay set forth in paragraph
(c)(3) shall be reduced by:

(1) Any time during the period of appellate
review that occurred before three years from the filing
of the first national application for patent presented
for examination; and

(2) Any time during the period of appellate
review, as determined by the Commissioner, during
which the applicant.for patent did not act with due dil
igence. In determining the due diligence of an appli
cant, the Commissioner may examine the facts and
circumstances of the applicant's actions during the
period of appellate review to determine whether the
applicant exhibited that degree of timeliness as may
reasonably be expected from, and which is ordinarily
exercised by, a person during a period of appellate
review.

(e) The provisionsof this section apply only to
original patents, except for design patents, issued on
applications filed on or after June 8, 1995, and before
May 29, 2000.

[Added, 60 FR 20195,Apr. 25, 1995, effectiveJune 8,
1995; para. (e) added, 65 FR 56366, Sept. 18,2000, effec
tive Oct. 18,2000]

§ 1.702 Grounds for adjustment of patent term
due to examination delay under the
Patent Term Guarantee Act of 1999
(original applications, other than designs,
on or after May 29, 2000).

(a) Failure to take certain actions within speci
fied time frames. Subject to the provisions of
35 U.S.c. 154(b) and this subpart, the term of an orig
inal patent shall be adjusted if the issuance of the
patent was delayed due to the failure of the Office to:

(1) Mail at least one of a notification under
35 U.S.C. 132 or a notice of allowance under
35 U.S,c. 151 not later than fourteen months after the
date on .which the application was filed under
35 U.S.c. 111(a) or fulfilled the requirements of
35 U.S,c. 371 in an international

(2) Respond to a reply under 35 U.S.c. 132
or to an appeal taken under 35 U.S.C. 134 not later

R-175 August 2001



§ 1.703 MANUAL OF PATENT EXAMINING PROCEDURE

than four months after the date on which the reply was
or the appeal was taken;

(3) Act on an application not later than four
months after the date of a decision by the Board of
Patent Appeals and Interferences under 35 U.S.C. 134
or 135 or a decision by a Federal court under
35 U.S.C. 141, 145, or 146 where at least one allow
able claim remains in the application; or

(4) Issue a patent not later than four months
after the date on which the issue fee was paid under
35 U.S.C. 151 and all outstanding requirements were
satisfied.

(b) Failure to issue a patent within three years
of the actual filing date of the application. Subject to
the provisions of 35 U.S.c. 154(b) and this subpart,
the term of an original patent shall be adjusted if the
issuance of the patent was delayed due to the failure
of the Office to issue a patent within three years after
the date on which the application was filed under
35 U.S.C. 111(a) or the national stage commenced
under 35 U.S.C. 371(b) or (f) in an international appli
cation, but not including:

(1) Any time consumed by continued exami
nation of the application under 35 U.S.c. 132(b);

(2) Any time consumed by an interference
proceeding under 35 U.S.c. 135(a);

(3) Any time consumed by the imposition of
a secrecy order under 35 U.S.C. 181;

(4) Any time consumed by review by the
Board of Patent Appeals and Interferences or a Fed
eral court; or

(5) Any delay in the processing of the appli
cation by the Office that was requested bythe appli
cant.

(c) Delays caused by interference proceedings.
Subject to the provisions of 35 U.S.c. 154(b) and this
subpart, the term of an original patent shall be
adjusted if the issuance of the patent was delayed due
to interference proceedings under 35 U.S.C. 135(a).

(d) Delays caused by secrecy order. Subject to
the provisions of 35 U.S.C. l54(b) and this subpart,
the term of an original patent shall be adjusted if the
issuance of the patent was delayed due to the applica
tion being placed under a secrecy order under
35 U.S.C. 181.

(e) Delays caused by successful appellate
review. Subject to the provisions of 35 U.S.c. 154(b)
and this subpart, the term of an original patent shall be

adjusted if the issuance of the patent was delayed due
to review by the Board of Patent Appeals and Interfer
ences under 35 U.S.C. 134 or by a Federal court under
35 U.S.C. 141 or 145, if the patent was issued pursu
ant to a decision reversing an adverse determination
of patentability.

(f) The provisions of this section and §§ 1.703
through 1.705 apply only to original applications,
except applications for a design patent, filed on or
after May 29, 2000, and patents issued on such appli
cations.

[Added, 65 FR 56366, Sept. 18, 2000, effective Oct.
18,2000]

§ 1.703 Period of adjustment of patent termdue
to examination delay.

(a) The period of adjustment under § 1.702(a)
is the sum of the following periods:

(1) The number of days, if any, in the period
beginning on the day after the date that is fourteen
months after the date on which the application was
under 35 U.S.C. 111(a) or fulfilled the requirements
of 35 U.S.C. 371 and ending on the date of mailing of
either an action under 35 U.S.C. 132, or a notice of
allowance under 35 U.S.c. 151, whichever occurs
first;

(2) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date a reply under § 1.111 was and ending on
the date of mailing of either an action under 35 U.S.c.
132, or a notice of allowance under 35 U.S.C. 151,
whichever occurs first;

(3) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date a reply in compliance with § 1.113(c)
was and ending on the date of mailing of either an
action under 35 U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs first;

(4) The number of days, if any, in the period
beginning on the day after the date that is four
months after the date an appeal brief in compliance
with § 1.192 was and ending on the date of mailing of
any of an examiner's answer under § 1.193, an action
under 35 U.S.C. 132, or a notice of allowance under
35 U.S.C. 151, whichever occurs first;

(5) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date of a final decision by the Board of
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Patent Appeals and Interferences or by a Federal conrt
in an appeal nnder 35 U.S.C. 141 ora civil action
under 35 U.S.c. 145 or 146 where at least one allow
able claim remains in the application and ending on
the date ofmailing of either an action under 35 U.S.C.
132 or a notice of allowance under 35U.S.C. 151,
whichever occurs first; and

(6) The number of days, if any, in the period
beginning on the day after the date thatis four months
after the date the issue fee was paid and all outstand
ing requirements were satisfied and ending on the
date a patent was issued.

(b) The period of adjustment underf U02(b)
is the number of days, if any, in the period beginning
on the day after the date that is three years after the
date on which the application was under 35 U.S.c.
UI(a) or : the national stage commenced under
35 U.S.c. 371(b) or (0 in an international application
and ending on the date a patent was issued, but not
including the sum of the following periods:

(I) The number of days, if any, in the period
beginning on the date 01) which a request for contin
ued examination of the application under 35 U.S.c.
132(b) was and ending on the date the patent was
issued;

(2)(i) The number of days, if any, in the
period beginning on the date an interference was
declared or redeclared to involve the application in
the interference and ending on the date that the inter
ference was terminated with respect to the applica
tion; and

(ii) The number of days, if any, in
the period beginning on the date prosecution in the
application was suspended by the Office due to inter
ference proceedings under 35 U.S.C. 135(a) not
involving the application and ending on the date of
the termination of the suspension;

(3)(i) The number of days, if any, the appli
cation was maintained in a sealed condition under
35 U.S.C. 181;

(ii) The number of days, if any, in the
period beginning on the date of mailing of an exam
iner's answer under § 1.193 in the application under
secrecy order and ending on the date the secrecy order
was removed;

(iii) . The number of days, if any, in the
period beginning on the date applicant was notified
that an interferencewould be declared but for the

secrecy order and ending on the date the secrecy order
was removed; and

(iv) The number of days, if any, in the
period beginning on the date of notification under §
5.3(c) of this chapter and ending on the date of mail
ing of the notice of allowance under 35 U.S.c. 151;
and,

(4) The number of days, if any, in the period
beginning on the date on which a notice of appeal to
the Board of Patent Appeals and Interferences was
under 35 U.S.C. 134 and § 1.191 and ending on the
date of the last decision by the Board of Patent
Appeals and Interferences. Or by a Federal court in an
appeal under 35 U.S.c. 141 or a civil action under
35 U.S.C. 145, or on the date of mailing of either an
action under 35 U.S.C. 132, or a notice of allowance
under 35 U.S.c. 151, whichever occurs first, if the
appeal did not. result in a decision by the Board of
Patent Appeals and Interferences.

(c) The period of adjustment under § 1.702(c)
is the sum of the following periods, to the extent that
the periods are not overlapping:

(I) The number of days, if any, in the period
beginning on the date an interference was declared or
redeclared to involve the application in the interfer
ence and ending on the date that the interference was
terminated with respect to the application; and

(2) The number of days, if any, in the period
beginning on the date prosecution in the application
was suspended by the Office due to interference pro
ceedings under 35 U.S.C. 135(a) not involving the
application and ending on the date of the termination
of the suspension.

(d) The period of adjustment under § U02(d)
is the sum of the following periods, to the extent that
the periods are not overlapping:

(I) The number of days, if any, the applica
tion was maintained ina sealed condition under
35 U.S.C. 181;

(2) The number of days, if any, in the period
beginning on the date of mailing of an examiner's
answer under § 1.193 in the application under secrecy
order and ending on the date the secrecy order was
removed;

(3) The number of days, if any, in the period
beginning on the date applicant was notified that an
interference would be· declared but for the secrecy
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order and ending on the date the secrecy order was
removed; and

(4) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c) of
this chapter and ending on the date of mailing of the
notice of allowance under 35 U.S.C. 151.

(e) The period of adjustment under § 1.702(e)
is the sum of the number of days, if any, in the period
beginning on the date on which a notice of appeal to
the Board of Patent Appeals and Interferences was
under 35 U.S.c. 134 and § 1.191 and ending on the
date of a final decision in favor of the applicant by the
Board of Patent Appeals and Interferences or by a
Federal court in an appeal under 35 U.s.C. 141 or a
civil action under 35 U.S.C. 145.

(f) The adjustment will run from the expiration
date of thepatent as set forth in 35 U.S.c. 154(a)(:2).
To the extent that periods of adjustment attributable to
the grounds specified in §1.702 overlap, the period of
adjustment granted under this section shall not exceed
the actual number of days the issuance of the patent
was delayed. The term of a patent entitled to adjust
ment under § 1.702 and this section shall be adjusted
for the sum of the periods calculated under paragraphs
(a) through (e) of this section, to the extent that such
periods are not overlapping, less the sum of the peri
ods calculated under § 1.704. The date indicated on
any certificate of mailing or transmission under § 1.8
shall not be taken into account in this calculation.

(g) No patent, the term of which has been dis
claimed beyond a specified date, shall be adjusted
under § 1.702 and this section beyond the expiration
date specified in the disclaimer.

[Added, 65 FR 56366, Sept. 18, 2000, effective
Oct. 18,2000]

§ 1.704 Reduction of period of adjustment of
patent term.

(a) The period of adjustment of the term of a
patent under § 1.703(a) through (e) shall be reduced
by a period equal to the period oftime during which
the applicant failed to engage in reasonable efforts to
conclude prosecution (processing or examination) of
the application.

(b) With respect to the grounds for adjustment
set forth in §§ 1.702(a) through (e), and in particular

the ground of adjustment set forth in § 1.702(b), an
applicant shall be deemed to have failed to engage in
reasonable efforts to conclude processing or examina
tion of an application for the cumulative total of any
periods of time in excess of three months that are
taken to reply to any notice or action by the Office
making any rejection, objection, argument, or other
request, measuring such three-month period from the
date the notice or action was mailed or given to the
applicant, in which case the period of adjustment set
forth in § 1.703 shall be reduced by the number of
days, if any, beginning on the day after the date that is
three months after the date of mailing or transmission
of the Office communication notifying the applicant
of the rejection, objection, argument, or other request
and ending on the date the reply was filed. The period,
or shortened statutory period, for reply that is set in
the Office action or notice has no effect on the three
month period set forth in this paragraph.

(c) Circumstances that constitute a failure of
the applicant to engage in reasonable efforts to con
cludeprocessing or examination' of an application
also include the following circumstances, which will
result in the following reduction of the period of
adjustment set forth in § 1.703 to the extent that the
periods are not overlapping:

(l) Suspension of action under § 1.103 at the
applicant's request, in which case the period of adjust
merit set forth in § 1.703 shall be reduced by the num
ber of days, if any, beginning on the date a request for
suspension of action under § 1.103 was and ending on
the date of the termination of the suspension;

(2) Deferral of issuance of a patent under §
1.314, in which case the period of adjustment set forth
in § 1.703 shall be reduced by the number of days, if
any, beginning on the date a request for deferral of
issuance of a patent under § 1.314 was filed and end
ing on the date thepatent was issued;

(3) Abandonment of the application or late
payment of the issue fee, in which case the period of
adjustment set forth in §1.703 shall be reduced by the
number of days, if any, beginning on the date of aban
donment or the date after the date the issue fee was
due and ending on the earlier of:

(i) The date of mailing of the decision
reviving the application or accepting late payment of
the issue fee; or .~.
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(ii) The date that is four months after the
date the grantable petition to revive the application or
accept late payment of the issue fee was filed;

(4) Failure to file a petition to withdraw the
holding of abandonment or to revive an application
within two months from the mailing date of a notice
of abandonment, in which case the period of adjust
ment set forth in § 1.703 shall be reduced by the num
ber of days, if any, beginning on the day after the date
two months from the mailing date of a notice of aban
donment and ending on the date a petition to with
draw the holding of abandonment or to revive the
application was filed;

(5) Conversion of a provisional application
under 35 U.S.c. ll1(b) to a nonprovisional applica
tion under 35 U.s.c. I1I(a) pursuant to 35 U.S.c.
111(b)(5), in which case the period of adjustment set
forth in § 1.703 shall be reduced by the number of
days, if any, beginning on the date the application was
filed under 35 U.S.C. I11(b) and ending on the date a
request in compliance with §1.53(c)(3) to convert the
provisional application into a nonprovisional applica
tion was filed; .

(6) Submission of a preliminary amendment
or other preliminary paper less than one month before
the mailing of an Office action under 35 U.S.C. 132 or
notice of allowance under 35 U.S.c. 151 that requires
the mailing of a supplemental Office action or notice
of allowance, in which case the period of adjustment
set forth in § 1.703 shall be reduced by the lesser of:

(i) The number of days, if any, beginning
on the day after the mailing date of the original Office
action or notice of allowance and endingon the date
of mailing of the supplemental Office action or notice
of allowance; or

(ii) Four months;
(7) Submission of a reply having an omission

(§1.135(c)), in which case the period of adjustment
set forth in § 1.703 shall be reduced by the number of
days, if any, beginning on the day after the date the
reply having an omission was filed and ending on the
date that the reply or other paper correcting the omis
sion was filed;

(8) Submission of a supplemental reply or
other paper, other than a supplemental reply or other
paper expressly requested by the examiner, after a
reply has been filed, in which case the period of
adjustment set forth in § 1.703 shall be reduced by the

number of days, if any, beginning on the day after the
date the initial reply was filed and ending on the date
that the supplemental reply or other such paper was
filed;

(9) Submission of an amendment or other
paper after a decision by the Board of Patent Appeals
and Interferences, other than a decision designated as
containing a new ground of rejection under § 1.196(b)
or statement under § 1.196(c), or a decision by a Fed
eral court, less than one month before the mailing of
an Office action under 35 U.S.C. 132 or notice of
allowance under 35 U.S.C. 151 that requires the mail
ing of a supplemental Office action or supplemental
notice of allowance, in which case the period of
adjustment set forth in § 1.703 shall be reduced by the
lesser of:

(i) The number of days, if any, beginning
on the day after the mailing date of the original Office
action or notice of allowance and ending on the mail
ing date of the supplemental Office action or notice of
allowance; or

(ii) Four months;
(l0) Submission of an amendment under

§ 1.312 or other paper after a notice of allowance has
been given or mailed, in which case the period of
adjustment set forth in § 1.703 shall be reduced by the
lesser of:

(i) The number of days, if any, beginning
on the date the amendment under § 1.312 or other
paper was and ending on the mailing date of the
Office action or notice in response to the amendment
under § 1.312 or such other paper; or

(ii) Four months; and
(11) Further prosecution via a continuing

application, in which case the period of adjustment set
forth in § 1.703 shall not include any period that is
prior to the actual filing date of the application that
resulted in the patent.

(d) A paper containing only an information dis
closure statement in compliance with §§ 1.97 and
1.98 will not be considered a failure to engage in rea
sonable efforts to conclude prosecution (processing or
examination) of the application under paragraphs
(c)(6), (c)(8), (c)(9), or (c)(lO) of this section if it is
accompanied by a statement that each item of infor
mation contained in the information disclosure state
ment was cited in a communication from a foreign
patent office in a counterpart application and that this
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communication was not received by any individual
designated in § 1.56(c) more than thirty days prior to
the filing of the information disclosure statement.
Tbis thirty-day period is not extendable.

(e) Submission of an application for patent term
adjustment under § 1.705(b) (with or without request
under§ 1.705(c) for reinstatement of reduced patent
term adjustment) will not be considered a failure to
engage in reasonable efforts to conclude prosecution
(processing or examination) of the application under
paragraph (c)(10) of this section.

[Added, 65 FR 56366, Sept. 18, 2000, effective
Oct. 18, 2000]

conclude processing or examination of such applica
tion as set forth in § 1.704; or

(B) That there were no circumstances
constituting a failure to engage in reasonable efforts to
conclude processing or examination of such applica
tionas set forth in § 1.704.

(c) Any application for patent term adjustment
under this section that requests reinstatement of all or
partof the period of adjustment reduced pursuant to §
1.704(b) for failing to reply to a rejection, objection,
argument, or other request within three months of the
date of mailing of the Office communication notifying
the applicant of the rejection, objection, argument, or
other request must also be accompanied by:

(1) The fee set forth in § 1.l8(f); and

(2) Ashowing to.the satisfaction of the Com
missioner that, in spite of all due care, the applicant
was unable to reply to the rejection, Objection, argu
ment, or other request within three months of the date
of mailing of the Office communication notifying the
applicant of the rejection, objection, argument, or
other request. The Office shall not grant any request
for reinstatement for more than three additional
months for each reply beyond three months from the
date of mailing of the Office communication notifying
the applicant of the rejection, objection, argument, or
other request.

(d) If the patent is issued on a date other than
the projected date of issue and this change necessi
tates a revision of the patent term adjustment indi
catedin the notice of allowance, the patent will
indicate the revised patent term adjustment. If the
patent indicates a revised patent term adjustment due
to the patent being issued on a date other than the pro
jected date of issue, any request for reconsideration of
the patent term adjustment indicated in the patent
must be filed within thirty days of the date the patent
issued and must comply with the requirements of
paragraphs (b)(l) and (b)(2) of this section.

(e) The periods set forth in this section are not
extendable.

(f) No submission or petition on behalf of a
third party conceming patent term adjustment under
35 U.S.C. 154(b) will be considered by the Office.
Any such submission or petition will be returned -to
the third. party, or otherwise disposed of, at the conve
nience of the Office.
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[Added, 65 FR 56366, Sept. 18, 2000, effective Oct.
18,2000]

EXTENSION OF PATENT TERM
DUE TO REGULATORY REVIEW

§ 1.710 Patents subject to extension of the patent
term.

(a) A patent is eligible for extension of the
patent term if the patent claims a product as defined in
paragraph (b) of this section, either alone or in combi
nation with other ingredients that read on a composi
tion that received permission for commercial
marketing or use, or a method of using such a product,
or a method of manufacturing such a product, and
meets all other conditions and requirements of this
subpart.

(b) The term product referred to in paragraph
(a) of this section means -

(I) The active ingredient of a new human
drug, antibiotic drug, or human biological product (as
those terms are used in the Federal Food, Drug, and
Cosmetic Act and the Public Health Service Act)
including any salt or ester ofthe active ingredient, as a
single entity or in combination with another active
ingredient; or

(2) The active ingredient of a new animal
drug or veterinary biological product (as those terms
are used in the Federal Food, Drug, and Cosmetic Act
and the Virus-Serum-Toxin Act) that is not primarily
manufactured using recombinant DNA, recombinant
RNA, hybridoma technology, or other processes
including site specific genetic manipulation tech
niques, including any salt or ester of the active ingre
dient, as a single entity or in combination with another
active ingredient; or

(3) Any medical device, food additive, or
color additive subject to regulation under the Federal
Food, Drug, and Cosmetic Act.

[Added 52 FR 9394, Mar. 24, 1987, effective May 26,
1987; amended, 54FR 30375, July20,1989, effective Aug.
22,1989]

§ 1.720 Conditions for extension of patent term.
The term of a patent may be extended if:

(a) The patent claims a product or a method of
using or manufacturing a product as defined in
§ 1.710;

(b) The term of the patent has never been previ
ously extended, except for extensions issued pursuant
to §§ 1.701, 1.760, or 1.790;

(c) An application for extension is submitted in
compliance with § 1.740;

(d) The product has been subject to a regulatory
review period as defined in 35 U.S.C. 156(g) before
its commercial marketing or use;

(e) The product has received permission for
commercial marketing or use and -

(I) The permission for the commercial mar
keting or use of the product is the first received per
mission for commercial marketing or use under the
provision of law under which the applicable regula
tory review occurred, or

(2) In the case of a patent other than one
directed to subject matter within § 1.710(b)(2) claim
ing a method of manufacturing the product that pri
marily uses recombinant DNA technology in the
manufacture of the product, the permission for the
commercial marketing or use is the first received per
mission for the commercial marketing or use of a
product manufactured under the process claimed in
the patent, or

(3) In the case of a patent claiming a new ani
mal drug or a veterinary biological product that is not
covered by the claims in any other patent that has
been extended, and has received permission for the
commercial marketing or use in non-food-producing
animals and in food-producing animals, and was not
extended on the basis of the regulatory review period
for use in non-food-producing animals, the permis
sion for the commercial marketing or use of the drug
or product after the regulatory review period for use
in food-producing animals is the first permitted com
mercial marketing or use of the drug or product for
administration to a food-producing animal.

(f) The application is submitted within the
sixty-day period beginning on the date the product
first received permission for commercial marketing or
use under the provisions of law under which the appli
cable regulatory review period occurred; or in the case
of a patent claiming a method of manufacturing the
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product which primarily uses recombinant DNA tech
nology in the manufacture of the product, the applica
tion for extension is submitted within the sixty-day
period beginning on the date of the first permitted
commercial marketing or use of a product manufac
tured under the process claimed in the patent; or in the
case of a patent that claims a new animal drug or a
veterinary biological product that is. not covered by
the claims in any other patent that has been extended,
and said drug or product has received permission for
the commercial marketing or use in non-food-produc
ing animals, the application for extension is submitted
within the sixty-day period beginning on the date of
the first permitted commercial marketing or use of the
drug or product for administration to a food-produc
ing animal;

(g) The tern! of the patent, including any
interim extension issued pursuant to § 1.790, has not
expired before the submission of an application in
compliance with § 1.741; and

(h) No other patent term has been extended for
the same regulatory review period for the product.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26,
1987; paras. (e) & (f) amended, 54FR 30375, July 20,
1989, effective Aug. 22, 1989; paras. (b) and (g) revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.730 Applicant for extension of patent term;
signatnre requirements.

(a) Any application for extension of a patent
term must be submitted bythe owner of record of the
patent or its agent and must comply with the require
ments of § 1.740.

(b) If the application is submitted by the patent
owner, the application must be signed either by:

(1) The patent owner in compliance with§
3.73(b) of this chapter; or

(2) A registered practitioner on behalf of the
patent owner.

(c) If the application is submitted on behalf of
the patent owner by an agent of the patent owner (e.g.,
alicensee of the patent owner), the application must
be signed by a registered practitioner on behalf of the
agent. The Office may require proof that the agent is
authorized to act on behalf of the patent owner,

(d) If the application is signed by a registered
practitioner, the Office may require proof that the

practitioner is authorized to act on behalf of the patent
owner or agent of the patent owner.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26,
1987; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7,2000]

§ 1.740 Formal requirements for application for
extension of patent term; correction of
informalities.

(a) An application for extension of patent term
must be made in writing to the Commissioner. A for
mal application for the extension of patent term must
include:

(1) A complete identification of the approved
product as by appropriate chemical and generic name,
physical structure or characteristics;

(2) A complete identification of the Federal
statute including the applicable provision of law
under which the regulatory review occurred;

(3) An identification of the date on which the
product received permission for commercial market
ing or use under the provision of law under which the
applicable regulatory review period occurred;

(4) In the case of a drug product, an identifi
cation of each active ingredient in the product and as
to each active ingredient, a statement that it has not
been previously approved for commercial marketing
or use under the Federal Food, Drug, and Cosmetic
Act, the Public Health Service Act, or the Virus
Serum-Toxin Act, or a statement of when the active
ingredient was approved for commercial marketing or
use (either alone or in combination with other active
ingredients), the use for which it was approved, and
the provision of law under which it was approved.

(5) A statement that the application is being
SUbmitted within the sixty day period permitted for
submission pursuant to § 1.nO(f) and an identification
of the date of the last day on which the application
could be submitted;

(6) A complete identification of the patent
for which an extension is being sought by the name of
the inventor, the patent number, the date of issue, and
the date of expiration;

(7) A copy of the patent for which an exten
sion is being sought, including the entire specification
(including claims) and drawings;
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(8) A copy of any disclaimer, certificate of
correction, receipt of maintenance fee payment, or
reexamination certificate issued in the patent;

(9) A statement that the patent claims the
approved product, or a method of using or manufac
turing the approved product, and a showing which
lists each applicable patent claim and demonstrates
the manner in which at least one such patent claim
reads on:

(i) The approved product, if the listed
claims include any claim to the approvedproduct;

(ii) The method of using the approved
product, if the listed claims include any claim to the
method of using the approved product; and

(iii) The method of manufacturing the
approved product, if the listed claims include any
claim to the method of manufacturing the approved
product;

(10) A statement beginning on a new page of
the relevant dates and information 'pursuant to
35 U.S.C. 156(g) in order to enable the Secretary of
Health andHuman Services or the Secretary of Agri
culture, as appropriate, to determine the applicable
regulatory review period as follows:

(i) For a patent claiming a human drug,
antibiotic, or human biological product:

(A) The effective date of the investiga
tional new drug (IND) application and the IND num
ber;

(B) The date on which a new drug appli
cation (NDA) or a Product License Application (PLA)
was initially submitted and the NDA or PLA number;
and

(C) The date on which the NDA was
approved or the Product License issued;

(ii) For a patent claiming a new animal
drug:

(A) The date a major health or environ
mental effects test on the drug was initiated, and any
available substantiation of that date, or the date of an
exemption under subsection G) of Section 512 of the
Federal Food, Drug, and Cosmetic Act became effec
tive for such animal drug;

(B) The date on which a new animal
drug application (NADA) was initially submitted and
the NADAnumber; and

(C) The date on which the NADA was
approved;

(iii) For a patent claiming a veterinary bio
logical product:

(A) The date the authority to prepare an
experimental biological product under the Virus
Serum-Toxin Act became effective;

(B) The date an application for a license
was submitted under the Virus-Serum-Toxin Act; and

(C) The date the license issued;
(iv) For a patent claiming a food or color

additive:
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Trademarks and. the Secretary of Health and Human
Services or the Secretary of Agriculture any informa
tion which is material to the determination of entitle
ment to the extension sought (see § 1.765);

(14) The prescribed fee for receiving.and act
ing upon the application for extension (see § 1.20(j»;
and

(15) The name, address, and telephone num
ber of. the person to whom inquiries and correspon
dence relating to the application for patent term
extension are to be directed.

(b) The application under this section must be
accompanied by two additional copies ofsuch appli
cation (for a total of three copies).

(c) If an application forextensiou.of patent
term is informal under tliis section, the Office will so
notify the applicant, The applicant has two months
from the mail date of the notice, or such time as is set
in the notice, within which to correct the informality.
Unless the notice indicates otherwise, this time period
may be extended under the provisions of § 1.136.

[Added 52 FR 9395, Mat, 24, 1987, effective May 26,
1987; para. (a) amended, 54 FR 30375, July 20, 1989,
effective Aug,22, 1989; para. (a)(14), 56FR65142; Dec.
13, 1991, effective Dec. 16, 1991; heading, introductory
text ofparagraph (a), and paras. (a)(9), (a)(10),(a)(14),
(a)(15), (h) and (c) revised, 65 FR 54604, Sept. 8, 2000,
effective Sept. 8, 2000; paras. (a)(16)and (a)(17) removed,
65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000]

§ 1.741 Complete applicationgiven.a filing date;
petition procednre.

(a) The filing date of an application for exten
sionof a patent term is the date on which.a complete
application is received in the Office or filed pursuant
to the procedures set forth in §1.8 or § 1.10. A'corn
plete application must include:

(1) An identification of the approved prod-
uct;

(2) An identification of each Federal statute
under which regulatory review occurred;

(3) An identification of the patent for which
an extension is being sought;

(4) An identification of each claim of the
patent which claims the approved product or a method
of using or manufacturing the approved product;

(5) Sufficient information to enable the Com
missioner to determine under subsections (a) and (b)

of 35 U.S ,C. 156 the eligibility of a patent forexten
sion, and the rights that will be derived from the
extension, and information to enable the Commis
sioner and the Secretary of Healthand Human Ser
vices or the Secretary of Agriculture to determine the
length of the regulatory review period; and

(6) A brief description ofthe activities under
taken by the marketing applicant during the applica
ble regulatory review period with respect. to the
approved product and the significant dates applicable
to such activities.

(b) If an application-for extension of patent
term is incomplete under this section, the Office will
so notify the applicant. If applicant requests review of
a notice thatan application is incomplete, or review of
the filing date accorded an application under this sec
tion.. applicant. must. file. a petition pursuant to this
paragraph accompanied by the fee set forth in §
1.17(h) within two months of the mail date of the
notice that the application is incomplete, or the notice
accordingthefiling date complained of. .Unless the
notice indicates otherwise, this time period may be
extended under the provisions of § 1.136.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; para. <a) amended, 54 FR 30375, July 20, 1989,
effective Aug. 22, 1989; para. (ajamended, 58 FR54494;
Oct22, 1993,effective Nov. 22, 1993;para. <a) correcting
amendment, 61FR 64027,Dec. 3, 1996; heading, introduc
tory text of paragraph (a), and paras. (a)(5) and (b) revised,
65 FR 54604,Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.750 Determination of eligibility for extension
of patent term.

A determination as to whether a patent is eligible
for extension may be made by the Commissioner
solely on the basis of the representations contained in
the application for extension filed in compliance with
§d1.740 or§ 1.790. This determination may be dele
gated to appropriate Patent and Trademark Office
officials and may be made at any time before the cer
tificate of extension is issued. The Commissioner or
other. appropriate officials may require from applicant
further information or make such independent inquir
ies as desired before a finaldetermination is made on
whether a patent is eligible for extension. In an appli
cation for extension filed in compliance with § 1.740,
a notice .will be mailed to applicant containing the
determination as to the eligibility of the patent for
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extension and the period of time of the extension, if
any. This notice shall constitute the final determina
tion as to the eligibility and any period of extension of
the patent. A single request for reconsideration of a
final determination may be made if filed by the appli
cant within such time as may be set in the notice of
final determination or, if no time is set, within one
month from the date of the final determination. The
time periods set forth herein are subject to the provi
sions of § 1.136.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; revised, 60 FR 25615, May 12, 1995, effective July
11, 1995]

§ 1.760 Interim extension of patent term under
35 U.S.C. 156(e)(2).

An applicant who has filed a formal application for
extension in compliance with § 1.740 may request one
or more interim extensions for periods of up to one
year each pending a final determination on the appli
cation pursuant to § 1.750. Any such request should
be filed at least three months prior to the expiration
date of the patent. The' Commissioner may issue
interim extensions, without a request by the applicant,
for periods of up to one year each until a final deter
mination is made. The patent owner or agent will be
notified when an interim extension is granted and
notice of the extension will be published in the Offi
cial Gazette of the United States Patent and Trade
mark Office. The notice will be recorded in the
official file of the patent andwill be considered as part
of the original patent. In no event will the interim
extensions granted under this section be longer than
the maximnm period for extension to which the appli
cant would be eligible.

[Added, 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; headiug revised, 60 FR 25615, May 12, 1995, effec
tive July 11, 1995; revised, 65 FR 54604, Sept. 8, 2000,
effective Sept. 8, 2000]

§ 1.765 Duty of disclosure in patent term exten
sion proceedings.

(a) A duty of candor and good faith toward the
Patent and Trademark Office and the Secretary of
Health and Human Services or the Secretary of Agri
culture rests on the patent owner or its agent, on each
attorney or agent who represents the patent owner and

on every other individnal who is substantively
involved on behalf of the patent owner in a patent
term extension proceeding. All such individuals who
are aware, or become aware, of material information
adverse to a determination of entitlement to the exten
sion sought, which has not been previously made of
record in the patent term extension proceeding must
bring such information to the attention of the Office or
the Secretary, as appropriate, in accordance with para
graph (b) of this section, as soon as it is practical to do
so after the individual becomes aware of the informa
tion. Information is material where there is a substan
tial likelihood that the Office or the Secretary would
consider it important in determinations to be made in
the patent term extension proceeding.

(b) Disclosures pnrsuant to this section must be
accompanied by a copy of each written document
which is being disclosed. The disclosure mnst be
made to the Office' or the Secretary, as appropriate,
unless the disclosure is material to determinations to
be made by both the Office and the Secretary, in
which case duplicate copies, certified as such, must be
filed in the Office and with the Secretary. Disclosures
pursuant to this section may be made to the Office or
the Secretary, as appropriate, through an attorney or
agent having responsibility on behalf of the patent
owner or its agent for the patent term extension pro
ceeding or through a patent owner acting on his or her
own behalf. Disclosure to such an attorney, agent or
patent owner shall satisfy the duty of any other indi
vidual. Such an attorney, agent or patent owner has no
duty to transmit information which is not material to
the determination of entitlement to the extension
sought.

(c) No patent will be determined eligible for
extension and no extension will be issued if it is deter
mined that fraud on the Office or the Secretary was
practiced or attempted or the duty of disclosure was
violated through bad faith or gross negligence in con
nection with the patent term extension proceeding. If
it is established by clear and convincing evidence that
any fraud was practiced or attempted on the Office or
the Secretary in connection with the patent term
extension proceeding or that there was any violation
of the duty of disclosure through bad faith or gross
negligence in connection with the patent term exten
sion proceeding, a final determination will be made
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pursuantto § 1.750 that the patent is. not eligible for
extension.

(d) . The duty of disclosure pursuant to this sec
tion rests on the individuals identified in:paragraph (a)
of this sectionand.no submission on behalfof third
parties, in the form of protests or otherwise, will be
considered by the Office. Any .suchsubmissions by
third parties to the Office will be returned to the party
making the submission, or otherwise disposed of,
without consideration by the Office.

[Added,52 FR 9396, Mar. 24 1987, effective May 26,
1987, para. (a) amended, 54 FR 3.0375, July 20, 1989,
effective Aug. 22, 1989; para. (a) revised, 60 FR 25615,
May 12, 1995, effectiveJuly ri, 1995]

§ 1.770 Express withdrawal of application for
extension of patentterm,

An application for extension of patent term may be
expressly withdrawn before a determination is made
pursuant to § 1.750 by filing in the Office, in dupli
cate, a written declaration of withdrawal signed by the
owner of record of the patent or its agent. An applica
tion may nor be expressly withdrawn after the date
permitted for reply to the final dftermination on the
application. An express withdrawal pursuant to this
section is effective when acknowledged in writing by
the Office. The filing of an express withdrawal pursu
ant to this section and its acceptance by the Office
does Ilot entitle applicant to it refund of the filing fee
(§ 1.20(j» or any portion thereof.

[Added 52 FR 9397, Mar. 24 1987, effective May 26,
1987; 56 FR 65142; Dec. 13, 1991, effectiveDec. 16, 1991;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.775 Calculation of patent term extension for a
human drug, antibiotic drug, or human.
biological product.

(a) If a determination is made pursuant to
§ 1.750 that a patent for a human drug, antibiotic
drug, or human biological product is eligible for
extension, the term shall be extended by the time as
calculated in days in the manner indicated by this sec
tion. The patent term extension will run from the orig
inal expiration date of the patent or any earlier date set
by terminal disclaimer (§ 1.321).

(b) The term of the patent for a human drug,
antibiotic drug or human biological product will be
extended by the length of the regulatory review.period
for the product as determined by the Secretary of
Health and Human Services, reduced as appropriate
pursuant to paragraphs (d)(l) through (d)(6) of this
section.

(c) The length of the regulatory review period
for a human drug, antibiotic drug or human biological
product will be determined by the Secretary of Health
and Human Services. Under 35 U.S.C. l56(g)(1)(B),
it is the sum of~

(1) The number of days in the period begin
ning on the date an exemption under subsection (i) of
section 505 or subsection (d) of section 507 of the
Federal Food, Drug, and Cosmetic Act became effec
tive for the approved product and ending on the date
an application was initially submitted for such prod
uct under those sections or under section 351 of the
Public Health Service Act; and

(2) The number of days in the period begin
ning onthe date the application was initially submit
ted for the approved product under section 351 of the
Public Health Service Act, subsection (b) of section
505 or section 507 of the Federal Food, Drug, and
Cosmetic Act and ending on the date snch application
was approved under such section.

(d) The term of the patent as extended for a
human drug, antibiotic drug or human biological
product will be determined by-

(1) Subtracting from the number of days
determined by the Secretary of Health and Human
Services to be in the regulatory review period:

(i) The number of days in the periods of
paragraphs (c)(l) and (c)(2) of this section which
were on and before the date on which the patent
issued;

(ii) The number of days in the periods of
paragraphs (c)(l) and (c)(2) of this section during
which it is determined under 35 U.S.c. 156(d)(2)(B)
by the Secretary of Health and Human Services that
applicant did not act with due diligence;

(iii) One-half the number ofdays remaining
in the period defined by paragraph (c)(l) of this sec
tion. after that period is reduced in accordance with
paragraphs (d)(l )(i) and (ii) of this section; half days
will be ignored for purposes of subtraction;
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(2) By adding the number of days determined
in paragraph (d)(l) of this section to the original term
of the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of
approval of the application under section 351 of the
Public Health Service Act, or subsection (b) of section
505 or section 507 of the Federal Food, Drug, and
Cosmetic Act;

(4) By comparing the dates for the ends of
the periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If the original patent was issued after
September 24, 1984,

(i) By adding 5 years to the original expi
ration date of the patent or any earlier date set by ter
minal disclaimer; and

(ii) By comparing the dates obtained pur
suant to paragraphs (d)(4) and (d)(5)(i) of this section
with each other and selecting the earlier date;

(6) If the original patent was issued before
September 24, 1984, and

(i) If no request was submitted for an
exemption under subsection (i) of section 505 or sub
section (d) of section 507 of the Federal Food, Drug,
and Cosmetic Act before September 24, 1984, by-

(A) Adding 5 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer; and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and (d)(6)(i)(A) of this
section with each other and selecting the earlier date;
or

(ii) If a request was submitted for an
exemption under subsection (i) of section 505 or sub
section (d) of section 507 of the Federal Food, Drug,
or Cosmetic Act before September 24, 1984 and the
commercial marketing or use of the product was not
approved before September 24, 1984, by -

(A) Adding 2 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer, and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and (d)(6)(ii)(A) of this
section with each other and selecting the earlier filing
date.

[Added, 52 FR 9397, Mar. 24 1987, effective May 26,
1987]

§ 1.776 Calculation of patent term extension for a
food additive or color additive.

(a) If a determination is made pursuant to
§ 1.750 that a patent for a food additive or color addi
tive is eligible for extension, the term shall be
extended by the time as calculated in days in the man
ner indicated by this section. The patent term exten
sion will run from the original expiration date of the
patent or earlier date set by terminal disclaimer
(§ 1.321).

(b) The term of the patent for a food additive or
color additive will be extended by the length of the
regulatory review period for the product as deter
mined by the Secretary of Health and Human Ser
vices, reduced as appropriate pursuant to paragraphs
(d)(l) through (d)(6) of this section.

(c) The length of the regulatory review period
for a food additive or color additive will be deter
mined by the Secretary of Health and Human Ser
vices. Under 35U.S.C. 156(g)(2)(B), it is the sum of-

(1) The numberof days in the period begin
ning on the date a major health or environmental
effects test on the additive was initiated and ending on
the date a petition was initially submitted with respect
to the approved product under the Federal Food,
Drug, and Cosmetic Act requesting the issuance of a
regulation for use of the product; and

(2) The number of days in the period begin
ning on the date a petition was initially submitted with
respect to the approved product under the Federal
Food, Drug and Cosmetic Act requesting the issuance
of a regulation for use of the product, and ending on
the date such regulation became effective or, if objec
tions were filed to such regulation, ending on the date
such objections were resolved and commercial mar
keting was permitted or, if commercial marketing was
permitted and later revoked pending further proceed
ings as a result of such objections, ending on the date
such proceedings were finally resolved and commer
cial marketing was permitted.

(d) The term of the patent as extended for a
food additive or color additive will be determined by

(1) Subtracting from the number of days
determined by the Secretary of Health and Human
Services to be in the regulatory review period:

(i) The number of days in the periods of
paragraphs (c)(l) and (c)(2) of this section which
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were on and before the .date on which the patent
issued;

(ii) The number of days in the periods of
paragraphs (c)(l) and (c)(2) of this section during
which it is determined under 35 U.S.C. 156(d)(2)(B)
by the Secretary of Health and Human Services that
applicant did not act with due diligence;

(iii) The number of days equal to one-half
the number of days remaining in the period defined by
paragraph (c)(l) of this section after that period is
reducedin accordance with paragraphs (d)(l) (i) and
(ii) of this section; half days will be ignored for pur
poses of subtraction;

(2) By adding the number of days determined
in paragraph (d)(l) of this section to the original term
of the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date a regula
tion for useof the product became effective or, if
objections were filed to such regulation, to the date
such objections were resolved and commercial mar
keting was permitted or, if commercial marketing was
permitted and later revoked pending further proceed
ings as aresult of such objections, to the date such
proceediugs were fiually resolved and commercial
marketiug was permitted;

(4) . By comparing the dates for the ends of
the periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If the original patent was issued after
September 24, 1984,

(i) By adding 5 years to the original expi
ration date ofthe patent or earlier date set by terminal
disclaimer; and

(ii) By comparing the dates Obtained pur
suant to paragraphs (d)(4) and (d)(5)(i) of this section
with each other arid selecting the earlier date;

(6) If the origiual pateut was issued before
September 24, 1984, and

. (i) If no major health or environmental
effects test was initiated and no petition for a regula
tion or application for registration was submitted
before September 24, 1984, by

(A) Adding 5 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer; and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and (d)(6)(i)(A) of this

section with each other and selecting the earlier date;
or

(ii) If a major health or environmental
effects test was initiated or a petition for a regulation
or application for registration was submitted by Sep
tember 24, 1984, and the commercial marketing or
use of the product was not approved before Septem
ber 24, 1984, by-

(A) Adding 2 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer, and

(B) By comparing the dates obtained
pursuantto paragraphs (d)(4) and (d)(6)(ii)(A)of this
section with each other and selecting the earlier date.

[Added, 52FR 9397, Mar. 24,1987, effective May 26,
1987]

§ 1.777 Calculation of patent term extension for a
medical device.

(a) If a determination is made. pursuant to
§ 1.750 that a patent for a medical device is eligible
for extension, the term shall beextended by the time
as calculated in days in the manner indicated by this
section.Tbe patent term extension will run from the
original e~piration date of the patent or earlier date as
set byterminal disclaifiler (§ 1.321).

(1:J) The term of the patent for a medical device
will be extended by the length of the regulatory
review period for the product as determined by the
Secretary of Health and Human Services, reduced as
appropriate pursuant to paragraphs (d)(l) through
(d)(6) of this section.

(c) The length of the regulatory review period
for a medical device will be determined by the Secre
tary of Health and Human Services. Under 35 U.S.C.
156(g)(3)(B), it is the sum of

.(1) The number of days in the period begin
ning on the date a clinical investigation em humans
involving the device was begun and ending on the
date an application was initially submitted with
respect to the device under section 515 of the Federal
Food, Drug, and Cosmetic Act; and

(2) The number of days in the period begin
ning on the date the application was initially submit
ted with respect to the device under section 515 of the
Federal Food, Drug, and Cosmetic Act, and ending on
the date such application was approved under such
Act or the period beginning on the date a notice of
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completion of a product development protocol was
initially submitted under section 515(f)(5) of the Act
and ending on the date the protocol was declared
completed undersection 515(f)(6) of theAct.

(d) The term of the patent as extended for a
medical device will be determined by -

(I) Subtracting from the number of days
determined by the Secretary of Health and Human
Services to be in the regulatory review period pursu
ant to paragraph (c) of this section:

(i) The number of days in the periods of
paragraphs (c)(I) and (c)(2) of this section which
were on and before the date on which the patent
issued;

(ii) The number of days in the periods of
paragraphs (c)(l) and (c)(2) of this section during
which it is determined under 35 U.S.C. 156(d)(2)(B)
by the.Secretary of Health and Human Services that
applicant did not act with due diligence;

(iii) One-half the number of days remaining
in the period defined by paragraph (c)(I) of this sec
tion after that period is reduced in accordance with
paragraphs (d)(I) (i) and (ii) of this section; half days
will be ignored for purposes of subtraction;

(2) By adding the number of days determined
in paragraph (d)(l) of this section to.the original term
of the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of
approval of the application under section 515 of the
Federal Food, Drug, and Cosmetic Act or the date a
product development protocol was. declared com
pleted under section 515(f)(6) of the Act;

(4) By comparing the dates for the ends of
the periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If the original patent was issued after
September 24, 1984,

(i) By adding 5 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer; and

(ii) By comparing the dates obtained pur
suant to paragraphs (d)(4) and (d)(5)(i) of this section
with each other and selecting the earlier date;

(6) If the original patent was issued before
September 24, 1984, and

(i) If no clinical investigation on humans
involving the device was begun or no productdevel-

§ 1.778 Calculation of patent term extension for
an animal drug product.

(a) If a determination is made pursuant to
§ 1.750 that a patent for an animal drug is eligible for
extension, the term shall be extended by the time as
calculated in days in the manner indicated by this sec
tion. The patent term extension will run from the orig
inal expiration date of the patent or any earlier date set
by terminal disclaimer (§ 1.321).

(b) The term of the patent for an animal drug
will be extended by the length of the regulatory
review period for the drug as determined by the Sec
retary of Health and Human Services, reduced as
appropriate pursuant to paragraphs (d)(I) through
(d)(6) of this section.

(c) The length of the regulatory review period
for an animal drug will be deterIIlined by the Secre
tary of Health and Human Services. Under 35 U.S.C.
156(g)(4)(B), it is the sum of-

(I) The number of days in the period begin
ning on the earlier of the date a major health or envi
ronmental effects test on the drug was initiated or the
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date an exemption under subsection (j) of section 512
of the Federal Food, Drug, and Cosmetic Act became
effective for the approved animal drug and ending on
the date an application was initially submitted for
such animal drug under section 512 of the .Federal
Food, Drug, and Cosmetic Act; and

(2) The number of days in the period begin
ning on the date the application was initially submit
ted.for the approved animal drug under subsection (b)
of section 512 of the Federal Food, Drug, and Cos
metic Act and ending on the date such application was
approved under such section.

(d) The term of the patent as extended for an
animal drug will be determined by .~

. (I) Subtracting from theriumber of days
determined by the Secretary of Health and Human
Services to be in the regulatory review period:

(i) Thenumber of days in the periods of
paragraphs (c)(I) and (c)(2) ofthis section that were
on and before the date on which the patent issued;

(ii) The number of days in the periods of
paragraphs' (c)(I) and (c)(2) of this section during
which it 'isdetermined under 35 U.S.C. 156(d)(2)(B)
by the. Secretary of Health and Human Services that
applicant did not act with due diligence;

(iii) One-half the number of days remaining
in th" period defined by paragraph (c)(I) of this sec
tion after that period is reduced in accordance with
Paragraphs (d)(I)(i) and (ii) of this section; half days
will be ignored for purposes of subtraction;

(2) .By adding the number of daysdetermin"d
in paragraph (d)(l) of this section to the.original term
of the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the. date of
approval of the application under section 512 of the
Federal Food.Drug, and Cosmetic Ac(

(4) By comparing the dates for.the ends of
the periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If the original patentwas issued after
November 16, 1988, by-

(i) Adding 5 years to the original expira
tiondate of the patent or any earlier date set by termi
nal disclaimer; and

(ii) Comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section with
each other and selecting the earlier date;

(6) If the original patent was issued before
November 16, 1988,and

(i) If no major health or environmental
effects test on the drug was initiated and no request
was submitted for an exemption under subsection
(j) of section 512 of the Federal Food, Drug, and Cos
metic Act before November 16,.1988, by~

(A) Adding 5 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer; and

(B) Comparing the dates obtained pursu
ant to paragraphs (d)(4) and (d)(6)(i)(A) of this sec
tionwith each other and selecting the earlier date; or

(ii) If a major health or environmental
effects test was initiated or a request for an exemption
under subsection (j) of section 512 of the Federal
FOOd, Drug, and Cosmetic Act was submitted before
November 16, 1988, and the application for commer
cial marketing or use of the animal-drug was not
approved before November 16, 1988, by-

(A) Adding 3 years to the original expi
ration date ofthe patent or earlier date set by terminal
disclaimer, and

(B) Comparing the dates obtained pursu
ant to paragraphs (d)(4) and (d)(6)(ii)(A) of this sec
tion With each other and selecting the earlier date.

[Added, 54 FR 30375, July 20, 1989, effective Aug.
22, 1989]

§ 1.779 Calculation of patent term extensionfor a
veterinary biologicalproduct.

(a) If a determination is made pursuant to
§ 1.750 that apatent for a veterinary biological prod
uct is eligible for extension, the term shall be
extended by the time as calculated in days inthe man
nerindicated by this section. The patent term exten
sion will run from the original expiration date of the
patent or any earlier date set by terminal disclaimer
(§ 1.321).

(b) The term of the patent for a veterinary bio
logical product will be extended by the length of the
regulatory review period for the product as deter
mined by the Secretary of Agriculture, reduced as
appropriate pursuant to paragraphs (d)(I) through
(d)(6) of this section.

(c) The length of the regulatory review period
for a veterinary biological product will be determined
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by the Secretary of Agriculture. Under 35 U.S.C.
156(g)(5)(B), it is the sum of-

(I) The number of days in the period begin
ning on the date the authority to prepare an experi
mental biological product under the Virus-Serum
Toxin Act became effective and ending on the date an
application for a license was submitted under the
Virus-Serum-Toxin Act; and

(2) The number of days in the period begin
ning on the date an application for a license was ini
tially submitted for approval under the Virus-Serum
Toxin Act and ending on the date such license was
issued.

(d) The term of the patent as extended for a vet
erinary biological product will be determined by 

(l) Subtracting from the number of days
determined by the Secretary of Agriculture to be in
the regulatory review period:

(i) The number of days in the periods of
paragraphs (c)(I) and (c)(2) of this section that were
on and before the date on which the patent issued;

(ii) The number of days in the periods of
paragraphs (c)(l) and (c)(2) of this section during
which it is determined under 35 U.S.C. l56(d)(2)(B)
by the Secretary of Agriculture that applicant did not
act with due diligence;

(iii) One-half the number of days remaining
in the period defined by paragraph (c)(l) of this sec
tion after that period is reduced in accordance with
paragraphs (d)(l)(i) and (ii) of this section; half days
will be ignored for purposes of subtraction;

(2) By adding the number of days determined
in paragraph (d)(l) of this section to the original term
of the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of the issu
ance of a license under the Virus-Serurn-Toxin Act;

(4) By comparing the dates for the ends of
the periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If the original patent was issued after
November 16, 1988, by-

(i) Adding 5 years to the original expira
tion date of the patent or any earlier date set by termi
nal disclaimer; and

(ii) Comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section with
each other and selecting the earlier date;

(6) If the original patent was issued before
November 16, 1988, and

(i) If no request for the authority to pre
pare an experimental biological prodnct under the
Virus-Serum-Toxin Act was submitted before
November 16, 1988, by-

(A) Adding 5 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer; and

(B) Comparing the dates obtained pursu
ant to paragraphs (d)(4) and (d)(6)(i)(A) of this sec
tion with each other and selecting the earlier date; or

(ii) If a request for the authority to prepare
an experimental biological product under the Virus
Serum-Toxin Act was submitted before November 16,
1988, and the commercial marketing or use of the
product was not approved before November 16, 1988,
by-

(A) Adding 3 years to the original expi
ration date of the patent or earlier date set by terminal
disclaimer; and

(B) Comparing the dates obtained pursu
ant to paragraphs (d)(4) and (d)(6)(ii)(A) of this sec
tion with each other and selecting the earlier date.

[Added, 54 FR 30375, July 20, 1989, effective Aug.
22,1989]

§ 1.780 Certificate or order of extension of patent
term.

If a determination is made pursuant to § 1.750 that
a patent is eligible for extension and that the term of
the patent is to be extended, a certificate of extension,
under seal, or an order granting interim extension
under 35 U.S.C. l56(d)(5), will be issued to the appli
cant for the extension of the patent term. Such certifi
cate or order will be recorded in the official file of the
patent and will be considered as part of the original
patent. Notification of the issuance of the certificate
or order of extension will be published in the Official
Gazette of the United States Patent and Trademark
Office. Notification of the issuance of the order grant
ing an interim extension under 35 U.S.C. l56(d)(5),
including the identity of the product currently under
regulatory review, will be published in the Official
Gazette of the United States Patent and Trademark
Office and in the Federal Register. No certificate of,
or order granting, an extension will be issued if the
term of the patent cannot be extended, even though
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the patent is otherwise determined to be eligible for
extension. In such sitnations, the final determination
made pursuant to § 1.750 will indicate that no certifi
cate or order will issue.

[Added, 52 FR 9399,Mar. 24 1987, effective May 26,
1987; para. (a) revised, 60 FR 25615,May 12, 1995, effec
tive July 11, 1995; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ 1.785 Multiple applications for extension of
term of the same patent or of different
patents for the same regulatory review
period for a product,

(a) Only one patent may be extended for a regu
latory review period for any product § 1.720 (h). If
more than one application for extension of the same
patent is filed, the certificate of extension of patent
term, if appropriate, .will be issued based upon the
first filed application for extension.

(b) If more than one application for extension is
filed by a single applicant which seeks the extension
of the term of two or more patents based upon the
same regulatory review period, and the patents are
otherwise eligible for extension pursuant to the
requirements ofthis subpart, in the absence of an elec
tion by the applicant, the certificate of extension of
patent term, if appropriate, will be issued upon the
application for extension of the patent term having the
earliest date of issuance of those patents for which
extension is sought.

(c) If an application for extension is filed which
seeks the extension of the term of a patent based upon
the same regulatory review period as that relied upon
in one or more applications for extension pursuant to
the requirements of this subpart, the certificate of
extensiou of patent term will be issued on the applica
tion only if the patent owner or its agent is the holder
of the regulatory approval granted with respect to the
regulatory review period.

(d) An application for extension shall be con
sidered complete and formal regardless of whether it
contains the identification of the holder of the regula
tory approval granted with respect to the regulatory
review period. When an application contains such
information, or is amended to contain such informa
tion, it will be considered in determining whether an
application is eligible for an extension under this sec
tion. A request may be made of any applicant to sup-

ply such information within a non-extendable period
of not less than one month whenever multiple applica
tions for extension of more. than one patent are
received and rely upon the same regulatory review
period. Failure to provide such information within the
period for reply set shall be regarded as conclusively
establishing that the applicant is not the holder of the
regulatory approval.

(e) Determinations made under this section
shall be included iu the notice of final determination
of eligibility for extension of the patent term pursuant
to § 1.750 and .shall be regarded as part of that deter
mination.

[Added, 52 FR 9399,Mar. 24 1987,effective May 26,
1987; para. (b) amended, 54 FR 30375, July 20, 1989,
effective Aug. 22, 1989; revised, 60 FR 25615, May 12,
1995, effective- July 11, 1995; para. (d) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.790 Interim extension of patent term under
35 U.S.C. 156(d)(5)

(a) An owner of record of a patent or its agent
who reasonably expects that the applicable regulatory
review period described in paragraph (1)(B)(ii),
(2)(B)(ii), (3)(B)(ii), (4)(B)(ii), or (5)(B)(ii) of sub
section (g) that began for a product that is the subject
of such patent may extend beyond the expiration of
the patent term in effect may submit one or more
applications for interim extensions for periods of up
toone year each. The initial application for interim
extension must be filed during the period beginning 6
months and ending 15 days before the patent term is
due to expire. Each subsequent application for interim
extension must be filed during the period beginning
60 days before and ending 30 days before the expira
tion of the preceding interim extension. In no event
will the interim extensions granted under this section
be longer than the maximum period of extension
to which the applicant would be entitled under
35 U.S.C. 156(c).

(b) A complete application for interimexten
sion under this section shall include all of the infor
mation required for a formal application under
§ 1.740 and a complete application under § 1.741.
Sections (a)(I), (a)(2), (a)(4), and (a)(6) - (a)(17) of
§ I.740 and § 1.741 shall be read in the context of a
product currently undergoing regulatory review. Sec
tions (a)(3) and (a)(5) of § 1.740 are not applicable to
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an application for interim extension under this sec
tion.

(c) The content of each subsequent interim
extension application may be limited to a request for a
subsequent interim extension along with a statement
that the regulatory review period has not been com
pleted along with any materials or information
required under §§ 1.740 and 1.741 that are not present
in the preceding interim extension application.

[Added, 60FR 25615, May 12,1995, effective July 11,
1995]

§ 1.791 Termination of interim extension granted
prior to regulatory approval of a product
for commercial marketiug or use.

Any interim extension granted under 35 U.S.C.
156(d)(5) terminates at the end of the 60-day period
beginning on the date on which the product involved
receives permission for commercial matketing or use.
If within that 60-day period the patent owner or its
agent files an application for extension under §§ 1.740
and 1.741 including any additional information
required under 35 U.S.C. 156(d)(I) not contained in
the application for interim extension, the patent shall
be further extended in accordance with the provisions
of 35 U.S.c. 156.

[Added, 60FR 25615, May12, 1995, effective July 11,
1995]

SUbpart G - Biotechnology
Invention Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

§ 1.801 Biological material.
For the purposes of these regulations pertaining to

the deposit of biological material for purposes of pat
ents for inventions under 35 U.S.C. 101, the term bio
logical material shall inclnde material that is capable
of self-replication either directly or indirectly. Repre
sentative examples include bacteria, fungi including
yeast, algae, protozoa, eukaryotic cells, cell lines,
hybridomas, plasmids, viruses, plant tissue cells,
lichens and seeds. Viruses, vectors, cell organelles
and other non-living material existing in and repro
ducible from a living cell may be deposited by deposit

of the host cell capable of reproducing the non-living
material.

[Added, 54 FR 34880, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.802 Need or opportunity to make a deposit.
(a) Where an invention is, or relies on, a biolog

ical material, the disclosure may include reference to
a deposit of such biological material.

(b) Biological material need not be deposited
unless access to such material is necessary for the sat
isfaction of the statutory requirements for patentabil
ity under 35 U.S.c. 112. If a deposit is necessary, it
shall be acceptable if made in accordance with these
regulations. Biological material need not be depos
ited, inter alia, if it is known and readily available to
the public or can be made or isolated without undue
experimentation. Once deposited in a depository com
plying with these regulations, a biological material
will be considered to be readily available even though
some requirement of law or regulation of the United
States or of the country iu which the depository insti
tution is located permits access to the material ouly
under conditions imposed for safety, public health or
similar reasons.

(c) The reference to a biological material in a
specification disclosure or the actual deposit of such
material by an applicant or patent owner does not cre
ate any presumption that such material is necessary to
satisfy 35 U.S.C. 112 or that deposit in accordance
with these regulations is or was required.

[Added, 54 FR 34880, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.803 Acceptable depository.
(a) A deposit shall be recognized for the pur

poses of these regulations if made in
(I) Any International Depositary Authority

(IDA) as established under the Budapest Treaty on the
International Recognition of the Deposit of Micro
organisms for the Purposes of Patent Procedure, or

(2) Any other depository recognized to be
suitable by the Office. Suitability will be determined
by the Commissioner on the basis of the administra
tive and technical competence, and agreement of the
depository to comply with the terms and conditions
applicable to deposits for patent purposes. The Com"
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Have a continuous existence;
Exist independent of the control of the

missioner may seek the advice of impartial consult
ants on the suitability of a depository. The depository
must:

(i)
(ii)

depositor;
(iii) Possess the staff and facilitiessuffi

cient to examine the viability of a deposit and store
the deposit in a manner which ensures that it is kept
viable and uncontaminated;

(iv) Provide for sufficient safety measures
to minimize the risk of losing biological material
deposited with it;

(v) Be impartial and objective;
(vi) Fumishsamples of the deposited mate

rial in an expeditious and proper manner; and
(vii) Promptly notify depositors of its

inability to furnish samples, and the reasons why.
(b) A depository seeking status under paragraph

(a)(2) of this section must direct a communication to
the Commissioner which shall:

(1) Indicate the name and address of the
depository to which the communication relates; .

(2) Contain detailed information as to the
capacity of the depository to comply with the require
ments of paragraph (a)(2) of this section, including
information on its legal status, scientific standing,
staff, and facilities;

(3) Indicate that the depository intends to be
available, for the purposes .ofdeposit, to any depositor
under these same conditions;

(4) Where the depository intends to accept
for deposit only certain kinds of biological material,
specify such kinds;

(5) Indicate the amount of any fees that the
depository will, upon acquiring the status of suitable
depository under paragraph (a)(2) of this section,
charge for storage, viability statements and furnish
ings of samples of the deposit.

(c) A depository having status under paragraph
(a)(2) of this section limited to certain kinds of bio
logical material may extend such status to additional
kinds of biological material by directing a communi
cation to the Commissioner in accordance with.para
graph (b) of this section. Ifa previous communication
under paragraph (b) .of this section is of record, items
in common with the previous communication may be
incorporated by reference. .

(d) Once a depository is recognized to be suit
able by the Commissioner or has defaulted or discon
tinued its performance under this section, notice
thereof will be published in the Official Gazette of the
Patent and Trademark Office.

[Added, 54FR 34881, Aug. 22: 1989, effective Jan. 1,
1990]

§ 1.804 Time of making an original deposit.
(a) Whenever a biological material is specifi

cally identified in an application for patent as filed, an
Original deposit thereof may be made at any time
before filing the application for patent or, subject to
§ 1.809, during pendency of the application for
patent.

(b) When the original deposit is made after the
effective filing date of an application for patent, the
applicant must promptly submit a statement from a
person ina position to corroborate the fact, stating
that the biological material which is deposited is a
biological material specifically identified in the appli
cation as filed.

[Added, 54FR 34881, Aug. 22, 1989, effective Jan. 1,
1990; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effec
tiveDec. 1, 1997]

§ 1.805 Replacement or snpplement of deposit.
(a) A depositor, after receiving notice during

the pendency of an application for patent, application
for reissuepa~nt or reexamination proceeding, that
the depository possessing a deposit either cannot fur
nish samples thereof or can furnish samples thereof
but the deposit has become contaminated or has lost
its capability to function as described in the specifica
tion, shall notify the Office in writing, in each applica
tion for patent or patent affected. In such a case, or
where the Office otherwise learns, during the pen
dency of an application for patent, application for
reissue patent or reexamination proceeding, that the
depository possessing a deposit either cannot furnish
samples thereof or can furnish samples thereof but the
deposit has become contaminated or has lost its capa
bility to function as described in the specification, the
need for making a replacement or supplemental
deposit will be governed by the same considerations
governing the need for making an Original deposit
under the provisions set forth in § 1.802(b).
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A replacement or supplemental deposit made during
the pendency of an application for patent shall not be
accepted unless it meets the requirements for making
an original deposit under these regulations, including
the requirement set forth under § 1.804(b). A replace
ment or supplemental deposit made in connection
with a patent, whether or not made during the pen
dency of an application for reissue patent or a reexam
ination proceeding or both, shall not be accepted
unless a certificate of correction under § 1.323 is
requested by the patent owner which meets the terms
of paragraphs (b) and (c) of this section.

(b) A request for certificate of correction under
this section shall not be granted unless the certificate
identifies:

(I) The accession number for the replace
ment or supplemental deposit;

(2) The date of the deposit; and

(3) The name and address of the depository.

(c) A request for a certificate of correction
under this section shall not be granted unless the
request is made promptly after the replacement or
supplemental deposit has been made and the request:

(1) Includes a statement of the reason for
making the replacement or supplemental deposit;

(2) Includes a statement from a person in a
position to corroborate the fact, and stating that the
replacement or supplemental deposit is of a biological
material which is identical to that originally depos
ited;

(3) Includes a showing that the patent owner
acted diligently -

(i) In the case of a replacement deposit, in
making the deposit after receiving notice that samples
could no longer be furnished from an earlier deposit;
or

(ii) In the case of a supplemental deposit,
in making the deposit after receiving notice that the
earlier deposit had become contaminated or had lost
its capability to function as described in the specifica
tion;

(4) Includes a statement that the term of the
replacement or supplemental deposit expires no ear
lier than the term of the deposit being replaced or sup
plemented; and

(5) Otherwise establishes compliance with
these regulations.

(d) A depositor's failure to replace a deposit, or
in the case of a patent, to diligently replace a deposit
and promptly thereafter request a certificate of correc
tion which meets the terms of paragraphs (b) and (c)
of this section, after-being notified thatthe depository
possessing the deposit cannot furnish samples thereof,
shall cause the application or patent involved to be
treated in any Office proceeding as if no deposit were
made.

(e) In the event a deposit is replaced according
to these regulations, the Office will apply a rebuttable
presumption of identity between the original and the
replacement deposit where a patent making reference
to the deposit is relied upon during any Office pro
ceeding.

(f) A replacement or supplemental deposit
made during the pendency of an application for patent
may be made for any reason.

(g) In no case is a replacement or supplemental
deposit of a biological material necessary where the
biological material, in accordance with § 1.802(b),
need not be deposited.

(h) No replacement deposit of a biological
material is necessary where a depository can furnish
samples thereof but the depository for national secu
rity, health or environmental safety reasons is unable
to provide samples to requesters outside of the juris
diction where the depository is located.

(i) The Office will not recognize in any Office
proceeding a replacement deposit of a biological
material made by a patent owner where the depository
could furnish samples of the deposit being replaced.

[Added, 54 FR 34881, Aug. 22, 1989, effective Jau. 1,
1990; para. (c) revised, 62 FR 53131, Oct. 10, 1997, effec
tiveDec. 1, 1997]

§ 1.806 Termof deposit.
A deposit made before or during pendency of an

application for patent shall be made for a term of at
least thirty (30) years and at least five (5) years after
the most recent request for the furnishing of a sample
of the deposit was received by the depository. In any
case, samples must be stored under agreements that
would make them available beyond the enforceable
life of the patent for which the deposit was made.
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[Added, 54 FR 34882,Aug, 22, 1989,effective Jan. 1,
1990]

§ 1:S07 Vilibility (If deposit.

(a) A deposit of biological material that is capa
ble of self-replication eithyrdirectly or indirectly
must be viable at the time.of deposit and during the
term of deposit. Viability may be testedby the deposi
tory. The test must conclude only thatthe deposited
material is capable of reproduction. No evidence is
necessarily required regarding the ~bility of the
deposited material to perform any function described
in the patent application.

(b) A viability statement for each deposit of a
biological material defined in paragraph (a) of this
section not made under the Budapest Treaty on the
International Recognition of the Deposit of Microor
ganisms for the Purposes ofPatent Procedure must be
filed in the application and must contain:

(1) The name and address of the depository;

(2) The name and address ofth~ depositor;

(3) The date of deposit;

(4) The identity of the deposit and the acces
sion number given by the depository;

(5) . The date of the viability test;

(6) The procedures.used to obtain a sample if
the test is not done by the depository; and .

(7) A statement that the deposit is capable of
reproduction.

(c) If a viability test indicates that the deposit is
not viable upon receipt, or the examiner cannot; for
scientific or other valid reasons, accept the statement
of viability received from the applicant, the examiner
shall proceed as if no deposit has been .made. The
examiner will accept the conclusion set forth in a via
bility statement issued by a depository recognized
under § 1.803(a).

[Added, 54 FR 34882, Aug. 22, 1989,effective Jan. 1,
1990]

§ 1.S0SFurnishing ofsamples.

(a) A deposit must be made under conditions
that assure that:

(I) Access to the deposit will be available
during pendency of the patent application making ref
erence to the deposit to one determined by the Com
missioner to be entitled thereto under § 1.14. and
35 U.S.C. 122, and

(2) Subject to paragraph (b) of this section,
all restrictions imposed by the depositor on the avail
ability to the public of the deposited material will be
irrevocably removed upon the granting of the patent.

(b) The depositor may contract with the deposi
tory to require that samples of a deposited biological
material shall be furnished only if a request for a sam
ple, during the term of the patent:

(1) Is in writing or other tangible form and
dated;

(2) Contains the name and address of the
requesting party and the accession number of the
deposit; and

(3) Is communicated inwriting by the depos
itory to the depositor along with the date on which the
sample was furnished and the name and address of the
party towhom the sample was furnished.

(c) .lJpon request made to the Office, the Office
will certify whether a deposit has.been stated to have
been made under conditions which make it available
to the public as of the issue date of the patent grant
provided the request contains: .

(1) The name and address of the depository;
(2) The accession number given to the

deposit;
(3) The patent number and issue date of the

patent referring to the deposit; and
(4) The name and address of the requesting

party.

[Added, 54 FR34882, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.S09 Examination procedures.
(a) The examiner shall determine pursuant to

§ 1.104 in each application for patent, application for
reissue patent or reexamination proceeding if a
deposit is needed, and if needed, if a deposit actually
made is acceptable for patent purposes. If a deposit is
needed and has not been made or replaced or supple
mented in accordance with. these regulations, the

. examiner, where appropriate, shall reject the affected
claims under the appropriate provision of 35 U.S.C.
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112, explaining why a deposit is needed and/or why a
deposit actually made cannot be accepted..

(b) The applicant for patent or patent owner
shall reply to a rejection under paragraph (a) of this
section by-

(I) In the case of an applicant for patent,
either making an acceptable original, replacement, or
supplemental deposit, or assuring the Office in writ
ing that an acceptable deposit will be made; or, in the
case of a patent owner, requesting a certificate of cor
rection of the patent which meets the terms of para
graphs (b) and (c) of § 1.805, or

(2) Arguing why a deposit is not needed
under the circumstances of the application or patent
considered and/or why a deposit actually made should
be accepted. Other replies to the examiner's action
shall be considered nonresponsive. The rejection will
be repeated until either paragraph (b)( I) of this sec
tion is satisfied or the examiner is convinced that a
deposit is not needed.

(c) If an application for patent is otherwise in
condition for allowance except for a needed deposit
and the Office has received a written assurance that an
acceptable deposit will be made, applicant will be
notified and given a period of time within which the
deposit must be made in order to avoid abandonment.
This time period is not extendable under § 1.136(a) or
(b) if set forth in a "Notice of Allowability" or in an
Office action having a mail date on or after the mail
date of a "Notice of Allowability" (see § 1.136(c».

(d) For each deposit made pursuant to these
regulations, the specification shall contain:

(I) The accession number for the deposit;

(2) The date of the deposit;

(3) A description of the deposited biological
material sufficient to specifically identify it and to
permit examination; and

(4) The name and address of the depository.

(e) Any amendment required by paragraphs
(d)(I), (d)(2) or (d)(4) of this section must be filed
before or with the payment of the issue fee (see
§ 1.312).

[Added, 54 FR 34882, Aug. 22, 1989,effective Jan. 1,
1990; paras. (b) and (c) revised and para. (e) added,66 FR
21092, Apr. 27, 2001, effective May 29, 2001]

APPLICATION DISCLOSURES
CONTAINING NUCLEOTIDE

AND/OR AMINO ACID SEQUENCES

§ 1.821 Nucleotide and/or amino acid sequence
disclosures in patent applications.

(a) Nucleotide and/or amino acid sequences as
used in §§ 1.821 through 1.825 are interpreted to
mean an unbranched sequence of four or more amino
acids or an unbranched sequence of ten or more
nucleotides. Branched sequences are specifically
excluded from this definition. Sequences with fewer
than four specifically defined nucleotides or amino
acids are specifically excluded from this section.
"Specifically defined" means those amino acids other
than "Xaa" and those nucleotide bases other than
"n" defined in accordance with the World Intellectual
Property Organization (WIPO) Handbook on Indus
trial Property Information and Documentation, Stan
dard ST.25: Standard for the Presentation of
Nucleotide and Amino Acid Sequence Listings in
Patent Applications (1998), including Tables
1 through 6 in Appendix 2, herein incorporated by
reference. (Hereinafter "WIPO Standard' ST.25
(1998)"). This incorporation by reference was
approved by the Director of the Federal Register in
accordance with 5 U.S.C. 552(a) and 1 CFR part 51.
Copies orWIPO Standard ST.25 (1998) may be
obtained from the World Intellectual Property Organi
zation; 34 chemin des Colombettes; 1211 Geneva 20
Switzerland. Copies of ST.25 may be inspected atthe
Patent Search Room; Crystal Plaza 3, Lobby Level;
2021 South Clark Place; Arlington, VA 22202. Copies
may also be inspected at the Office of the Federal
Register, 800 North Capitol Street, NW, Suite 700,
Washington, DC. Nucleotides and amino acids are
further defined as follows:

(1) Nucleotides: Nucleotides are intended to
embrace ouly those nucleotides that can be repre
sented using the symbols set forth in WIPO Standard
ST.25 (1998), Appendix 2, Table 1. Modifications,
e.g., methylated bases, may be described as set forth
in WIPO Standard ST.25 (1998), Appendix 2, Table 2,
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but. shall not be shown explicitly in the nucleotide
sequence.

(2) Amino acids: Amino acids are those L
amino acids commonly found in naturally occurring
proteins and are listed in WIPO Standard ST.25
(1998), Appendix 2, Table 3. Those amino acid
sequences containing D-amino acids are not intended
to be embraced by this definition. Any amino acid
sequence that contains post-translationally modified
amino acids may be described as the. amino acid
sequence that is initially translated using the symbols
shown in WIPO Standard ST.25 (1998), Appendix 2,
Table 3 with the modified positions; e.g., hydroxyla
tions or glycosylations, being described asset forth in
WIPO Standard ST.25 (1998), Appendix 2, Table 4,
but these modifications shall not be shown explicitly
in the amino acid sequence. Any peptide or protein
that can be expressed as a sequence using the symbols
in WIPO Standard ST.25 (1998), Appendix 2, Table 3
in conjunction with a description in the Feature sec
tion to describe, for example, modified linkages, cross
links and end caps, non-peptidyl bonds, etc., is
embraced by this definition.

(b) Patent applications which contain disclo
sures of nucleotide and/or amino acid sequences, in
accordance with the definition in paragraph (a) of this
section, shall, with regard to the manner in which the
nucleotide and/or amino acid sequences are presented
and described, conform exclusively to the require-.
ments of §§ 1.821 through1.825.

(c) Patent applications which contain disclo
suresof nucleotide and/or amino acid sequences must
contain, as a separate part of the disclosure, a paper or
compact disc copy (see § 1.52(e» disclosing the
nucleotide and/or amino acid sequences and associ
ated information using the symbols aI1d format in
accordance with the requirements of§§ 1.822 and
1.823. This paper or compact disc copy is referred to
elsewhere in this subpart as .the "Sequence Listing."
Each sequence disclosed must appear separately in the
"Sequence Listing." Each sequence set forth in the
"Sequence Listing" must be assigned a separate
sequence identifier. The sequence identifiers must
begin with I and increase sequentially by integers. If
no sequence is present for a sequence identifier, the
code "000" must be used in place of the sequence.
The response for the numeric identifier <160> must

include the total number of SEQ ID NOs, whether fol
lowed by a sequence or by the code "000."

(d) Where. the description or claims of a
patent application discuss a sequence that is set forth
in the "Sequence Listing" in accordance with para
graph (c) of this section, reference must be made to
the sequence by use of the sequence identifier, pre
ceded by "SEQ ID NO:" in the text of the description
or claims, even if the sequence is also embedded in
the .text of the description .or claims of the patent
application.

(e) A copy of the "Sequence Listing"
referred to in paragraph (c) of this section must also
be submitted in computer readable form (CRF) in
accordance with the requirements of § 1.824. The
computer readable form must be a copy of the
"Sequence Listing" and may not be retained as a part
of the patent application file. If the computer readable
form of a new application is to be identical with the
computer readable form of another application of the
applicant on file in the Office, reference may be made
to the other application and computer readable form
in lieu of filing a duplicate computer readable form in
the new application if the computer readable form in
the other application was' compliant with all of the
requirements of this subpart. The new application
must be accompanied by a letter making such refer
ence to the other application and computer readable
form, both of which shall be completely identified. In
the new application, applicant must also request the
use of. the compliant computer readable "Sequence
Listing" that is already on file for the other applica
tion and must state that. the paper or compact disc
copy of the "Sequence Listing" in the new application
is identical to thecomputerreadable copyfiled for the
other application.

(f) In addition to the paper or compact disc
copy required by paragraph (c) of this section and the
computer readable form required by paragraph (e) of
this section, a. statement that the "Sequence Listing"
content of the. paper or compact disc copy and the
computer readable copy are thesame must be submit
ted with the computer readable form, e.g., a statement
that "the sequence listing information recorded in
computer readable form is identical to the written (on
paper orcompact disc) sequence listing."

(g) If any of the requirements of paragraphs
(b) through (f) of this section are not satisfied at the
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.. .
•Numeric

Definition Comments and format Mandatory (M) or Optional (0)
Identifier

.

<307> Date.............. Jonrnal date on which data published; O.
specify as yyyy"mm-dd, MMM-yyyy
or Season- yyyy.

<308> Database Accession Accession number assigned by data- O.
.

Number. base includingdatabase name.

<309> Database Entry Date of entry in database; specify as O.
Date........ yyyy-nnn-dd or MMM-yyyy.

<310> Patent Document Num- Document number; for patent-type O.
ber. citations only. Specify as, for

example. US 07/999.999.

<311> Patent Filing Document filing date, for patent-type O.
Date.............. citations only; specify asyyyy-mm-

dd.

<312> Publication Document publication date, for O.
Date...........:.... patent-type citations only; specify as .

yyyy-mm-dd,

<313> Relevant FROM (position)TO (position)........... O.
Residues............

. ..

<400> Sequence....................... SEQ ID NO should follow the M.
numeric identifier and should appear

. on the line preceding the actual
sequence,

[Added, 55 FR 18230, May I, 1990, effective Oct. I,
1990; revised, 63 FR 29620, June 1, 1998, effective Julyl ,
1998; heading and para. (a) revised, 65 FR 54604, Sept. 8,
2000.effective Sept. 8, 2000 (effective date corrected,
65 FR 78958, Dec. 18, 2000)]

§ 1.824. Form and format for nncleotide and/or,. .. ...

amino acid seqnence submissions in com
puter readable form,

(a) The computer readable form required by
§ 1.821(e) shall meet the followiug requirements:

(1) The computer readable form shall contaiu
a single "Sequence Listing" as either a diskette, series
of diskettes, or other permissible media outlined in
paragraph (c) of this section.

(2) The "Sequence Listing" in paragraph
(a)(l) of this section shall be submitted in American
Standard Code for Information Interchange (ASCII)
text. No other formats shall be allowed.

(3) The computer readable form may be cre
ated by any means, such as word processors, nucle
otide/amino acid sequence editors' or other custom
computer programs; however, it shallconform to all
requirements detailed in this sectioll.

(4) File compression is acceptable when
using diskette media, so long as the compressed me is
in a self-extracting format that will decompress on
one of the systems described in paragraph (b) of this
section.

(5) Page numbering must not appear within
the computer readable form version of the "Sequence
Listing" file.

(6) All computer readable forms must have a
label permanently affixed thereto on which has been
hand-printed or typed: the name of the applicant, the
title of the invention, the date on which the data were
recorded on the computer readable form, the operat
ing system used, a reference number, and an applica-
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space provided between. each codon or group of 10
bases.

(5) A nucleotide sequence shall be presented,
only by a single strand, in the 5 to 3 direction, from
left to right.

(6) The enumeration of nucleotide bases
shall start at the first base of the sequence with num
ber 1. Theenurueration shall be continuous through
the whole sequence in the direction 5 to ~: The enu
meration shall be marked in the right margin, next to
the line containing the one-letter codes for the bases,
and giving the number of the last base of that line.

(7) For those nucleotide sequences that are
circular in configuration, the enumeration method set
forth in paragraph (c)(6) of this section remains appli
cable with the exception that the designation of the
first base of the nucleotide sequence may be made at
the option of the applicant.

(d) Representatian tof amino acids. (1) the
amino acids in. a protein or peptide sequence shall be
listed using the three-letter abbreviation with the first
letter as an upper case character, as in WIPO Standard
ST.25 (1998), AppendixZ, Table 3.

.. (2) A protein or peptide sequence shall be
listed with a maximum of 16 amino acids per line,
with a space provided between each amino acid.

(3) An amino acid sequence shall be pre
sented in the amino to carboxy direction, from left to
right, and the aminoand carboxy groups shall not be
presented in the sequence.

(4) The enumeration of amino acids may
start at the first amino acid of the first mature protein,
with the number 1. When presented.ithe amino acids
preceding the mature protein, e.g., pre-sequences,
pro-sequences, pre-pro-sequences and signal
sequences, shall have negative numbers," counting
backwards starting with the amino acid next to num
ber 1. Otherwise, the enumeration of amino acids
shall start at the first amino acid at the amino terminal
as number 1. It shall be marked below the sequence
every 5 amino acids. The enumeration method for
amino acid sequences that is set forth in this section
remains applicable for. amino acid sequences that are
circular in configuration, with the exception that the
designation of the first amino acid: .of the sequence
may be made at the option of the applicant.

(5) An. amino acid sequence that contains
internal terminator symbols (e.g., "Ter", "*", or ".",

etc.).may not be represented as a single amino acid
sequence, but shall be presented as separate amino
acid sequences.

(e) A sequence with a gap or gaps shall be pre
sented as a plurality of separate sequences, with sepa
rate sequence identifiers, with the number of separate
sequences being equal in number to the number of
continuous strings of sequence data. A sequence that
is made up of one or more noncontiguous segments of
a ., larger sequence or segments from different
sequences shall be presented as a separate sequence.

[Added, 55 FR 18230,May 1, 1990, effective Oct.1,
1990;revised,63 FR 29620, June 1, 1998,effective,July 1,
1998]

§ 1.823 Requirements for nucleotide and/or
aminoacid sequences as part of the appli
cation.

(a)(l) If the. "Sequence Listing" required by
§ 1.82l(c) is submitted on paper: The "Sequence List
ing," setting forth the nucleotide andlor amino acid
sequence and associated information in accordance
with paragraph (b) of this section, must begin on a
new page and must be titled "Sequence Listing." The
pages of the "Sequence Listing" preferably should be
numbered independently of the numbering of. the
remainder of the application. Each page of the
"Sequence Listing" shall contain no more than 66
lines and each line shall contain no more than 72 char
acters. A fixed-width font should be used exclusively
throughout the "Sequence Listing."

(2) If the "Sequence Listing" required by
§ 1.82l(c) is submitted on compact disc: The
"Sequence Listing" must be submittedon a compact
disc in compliance with § 1.52(e). The compact disc
may also contain table information if the application
contains table information that may be submitted on a
compact disc (§ 1.52(e)(1)(iii». The specification
must contain an incorporation-by-reference of the
Sequence Listing as required by § 1.52(e)(5). The pre
sentation of the "Sequence Listing'.' and other materi
als: on compact disc under § 1.821(c) does not
substitute for the Computer Readable Form that must
be submitted on disk, compact disc, or tape in accor
dance with § 1.824.

(b) The "Sequence Listing" shall, except as oth
erwise indicated, include the actual nucleotide and/or
amino acid sequence, the numeric identifiers and their
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APPENDlX A TO SUBPART G to PARt 1
SAMPLE SEQUENCE LISTING

<110> smith, John
Smith, Jane

<120> Example of a sequence Listing

<130> 01-00001

<140> US 08/999,999

<141> 1998-02-28

<150> EP 91000000
<151> 1997-12-31

<160> 2

<170> PatentYn ver. 2.0

<210> 1
<211> 403
<212> DNA
<213> Paramecium aurelia

<220>
<221> CDS
<222> 341 .. 394

<300>
<301> Doe, Richard
<302> Isolction and Characterization of a Gene Encoding a

Protease from Paramecium sp.
<303> Journal of Fictional Genes
<30b 1
<305> 4
<306> 1 - 7
<307> 1988-06-20

<400> 1
ctactctllct ctactctcat ctactatctt ctttggatct ctgagtctgc ctgagtggta

ctcttqagtc ctgqaqatct ctcctctcac atqtqatcgt cqagactgac cqataqatcq

ctgactqact ctgagatagt cgagcccgta ogagaoccgt cgagggtgac agagagtggg

cgcgtgcgcg cagagcqccg cgccggtgcg cgcgcgagtg cgcggtgggc cgcgcgaggg

ctttcgcgqc aqcqqcqgCg ctttccgqcg cgcgcccgtc cgcccctaga cctgaqaggt

cttctcttcc ctcctcttca ctagagaqgt ctatatatac atq gtt tea atg ttc

Met Val Ser Met Phe
1 5
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. .... .

Numeric
Definition Connnents and format Mandatory(M) or Optional (0)

Identifier .. ' . .: ..

<213> Organism...................... Scientific name, i.e, Genuslspecies, M.
Unknown or Artificial Seqnence.In
addition; the "Unknown" or "Artifi- ,
cial Sequence" organismsshall be fur-
ther described in the <220> to <223> ..

featnre section.

<220> Feature.......................... Leave blank after <220>. <221-223> M, under the following conditions: if
provide for a descl'ipti6n of points of "n," "Xaa," ora modified orunusual '
biological significance in the L-amino acid or modified base was
sequence. used in a sequence; if ORGANISM is

"Artificial Sequence" or"Unknown";
if molecule is combined DNAJRNA.

<221> Name/Key..................... Provide appropriate identifier for fea- M, under the following conditions: if
lure, preferably from WIPO Standard "n," "Xaa," ora modified or unusual,
ST.25 (1998), Appendix 2, Table.5 L-amino acid or modified base was.....
and 6. used in a sequence.

. . . .

Numeric Definition
.

· Mandatory (M) or Optional (0)Comments and format
· ,

Identifier

<222> Location........................ Specify location within sequence; M, under the following conditions: if' .
where appropriate state number of · "n," "Xaa," or a modified or unusual
first and last bases/amino acids in L-amino acid or modified base was
feature. used in a sequence.

<223> Other Information......... Other relevant information; four lines M, under the following conditions: if
maximum......·........................................ "n," "Xaa," or a modified orunusual

L-amino acid Ormodified base was
used in a sequence; if ORGANISM is
"Artificial Sequence" ?f "Unknown";
if molecule is conibined DNAIRNA.

<300>
. .

Publication Information Leave blank after <300> O.

<301> Authors......................... Preferably max. of ten named authors O.
of publication; specifY one name per ..
line; preferable format: Surname,
Other Names and/or Initials.

<302> Title............................... .........................................,................ :., O.
.

<303> Journal. ......................... ................................................................ O.

<304> Volume ......................... ....................•.......................... ;.. ; ....... ; ... O.

<305> Issue .............................
.

O..............................................................

<306> Pages ............................ ............................................................. O.
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Subpart H -Inter Partes Reexamination
of Patents That Issued From an Original
Application Filed in the United States on

or After November 29, 1999

PRIOR ART CITATIONS

§ 1.902 Processing of prior art citations dnring
an inter partes reexamination proceeding.

Citations by tbe patent owner in accordance witb
§ 1.933 and by an inter partes reexamination third
party requester under §L9l5 or§ 1.948 will be
entered in the inter partes reexamination file. The
entry in tbe patent file of other citations submitted
after tbe date of an order for reexamination pursuant
to § 1.931 by persons otber tban tbe patent owner, or
the tbhdparty requester under eitber § 1.915 or
§ 1.948, will be delayed until tbe inter partes reexam
ination proceeding has been terminated. See § 1.502
for processing of prior art citations in patent andreex
a.mination files during an ex parte reexamination pro'
ceeding filed under § L51O.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

REQUIREMENTS fiOR INTER.PARTES
REEXAMINATION PROCEEDINGS

§ 1.903 Service of papers on parties in interpartes
reexamination.

The patent Owner and the tbird party requester will
be sent copies of Office actions issued during the inter
partes reexamination proceeding> After filingofa
request for inter partes reexamination by a third party
requester,any document. filed by eitber the patent
owner or the third party requester must be served on
every otber party in the reexamination proceeding in
tbe manner provided in § 1..248. Any document must
reflect service or tbe document may be .refused con
sideration by the Office. The failure of the. patent
owner or the third party requester to serve documents
may result in their being refused consideration.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.904 Notice of inter partes' reexamination in
Official Gazette.

A notice of tbe filing of an inter partes reexamina
tion request will be pnblished in tbe Official Gazette.
The notice published in tbe Official Gazette under
§ 1.11(c) will be considered to be constructive notice
of tbe inter-partes reexamination.proceeding and inter
partes reexamination willproceed.

[Added, 65 FR 76756,Dec. 7, 2000, effectiveFeb. 5,
2001]

§ 1.905 Submission of papers by the public in
inter partes reexamination.

Unless specifically provided for, no submissions
on,behalf of any third parties other tban third party
requesters as defined in 35 U.S.C. 100(e) will be con
sidered unless such submissions are in accordance
with § 1..915 or entered in the patent file prior to tbe
date of the order for reexamination pursuant to
§1..931.. Submissions by tbird parties, other than tbird
party requesters, filed after tbe date of the order for
reexamination pursuant to § 1..931, must meet tbe
re~uirements of § 1..501 and will be treated in accor
dance with § 1..902. Submissions which do not meet
the requirements of § 1..501 will be returned.

[Added, 65 FR 76756, Dec. 7, 2000,effective Feb. 5,
2001]

§ 1.906 Scope of reexamination in inter partes
reexamination proceeding.

(a) Claims in an inter partes reexamination pro
ceeding will be examined on tbe basis of patents or
printed publications and, witb respect to subject mat
ter added or deleted in the reexamination proceeding,
on the basis of the requirements of 35 U.S.C. 112.

(b) Claims in an inter partes reexamination pro
ceeding will not be permitted to enlarge tbe scope of
the claims of tbe patent.

(c) Issues other than tbose indicated in para
graphs (a) and '(bjof this section will not be resolved
in an inter partes reexamination proceeding. If snch
issues are raised by tbepatent owner or tbe third party
requester during a reexamination proceeding, tbe
existence of such issues will be noted by the examiner
in the next Office action, in which case the patent
owner may desire to consider tbe advisability of filing
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tion number and filing date, if known. If multiple
diskettes are submitted, the diskette labels must indi
cate their order (e.g., "1 of X").

(b) Computer readable form submissions must
meet these format requirements:

(1) Computer Compatibility: IBM PCIXTI
AT or Apple Macintosh;

(2) Operating System Compatibility: MS
DOS, MS-Windows, Unix or Macintosh;

(3) Line Terminator: ASCII Carriage Retum
plus ASCII Line Feed; and

(4) Pagination: Continuous file (no "hard
page break" codes permitted).

(c) Computer readable form files submitted
may be in any of the following media:

(1) Diskette: 3.50 inch, 1.44 Mb storage;
3.50 inch, 720 Kb storage; 5.25 inch, 1.2 Mb storage;
5.25 inch, 360 Kb storage.

(2) Magnetic tape: 0.5 inch, up to 24000 feet;
Density: 1600 or 6250 bits per inch, 9 track; Format:
Unix tar command; specify blocking factor (not
"block size"); Line Terminator: ASCII Carriage
Return plus ASCII Line Feed.

(3) 8mm Data Cartridge: Format: Unix tar
command; specify blocking factor (not "block size");
Line Terminator: ASCII Carriage Return plus ASCII
Line Feed.

(4) Compact disc: Format: ISO 9660 or High
Sierra Format.

(5) Magneto Optical Disk: Size/Storage
Specifications: 5.25 inch, 640 Mb.

(d) Computer readable forms that are submitted
to the Office will not be returned to the applicant.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; revised,63 FR 29620, June 1, 1998, effective July 1;
1998; revised, 65 FR 54604, Sept. 8, 2000, effective Sept.
8, 2000 (effective date corrected, 65 FR 78958, Dec. 18,
2000)]

§ 1.825 Amendments to or replacement of
sequence listing and computer readable
copy thereof.

(a) Any amendment to a paper copy of the
"Sequence Listing" (§ 1.82l(c)) must be made by the
submission of substitute sheets and include a state
ment that the substitute sheets include no new matter.
Any amendment to a compact disc copy of the
"Sequence Listing" (§ 1.82l(c)) must be made by the
submission of a replacement compact disc (2 copies)
in compliance with § 1.52(e). Amendments must also
be accompanied by a statement that indicates support
for the amendment in the application, as filed, and a
statement that the replacement compact disc includes
no new matter.

(b) Any amendment to the paper copy of the
"Sequence Listing," in accordance with paragraph (a)
of this section, must be accompanied by a substitute
copy of the computer readable form (§ 1.82l(e))
including all previously submitted data with the
amendment incorporated therein, accompanied by a
statement that the copy in computer readable form is
the same as the substitute copy of the "Sequence List
ing."

(c) Any appropriate amendments to the
"Sequence Listing" in a patent; e.g., by reason of reis
sue or certificate of correction, must comply with the
requirements of paragraphs (a) and (b) of this section.

(d) If, upon receipt, the computer readable form
is found to be damaged or unreadable, applicant must
provide, within such time as set by the Commissioner,
a substitute copy of the data in computer readable
form accompanied by a statement that the substitute
data is identical to that originally filed.

[Added 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; revised, 63 FR 29620, June 1, 1998, effective July 1,
1998; paras. (a) and (b) revised, 65 FR 54604, Sept. 8,
2000, effective Sept. 8, 2000 (effective date corrected,
65 FR 78958, Dec. 18,2000)]
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(8) A statement identifying the real party in
interest to the extent necessary for a subsequent per
son filing an inter partes reexamination request to
determine whether that person is a privy.

(c) If an inter partes request is filed by an attor
ney or agent identifying another party on whose
behalf the request is being filed, the attorney or agent
must have a power of attorney from that party or be
acting in a representative capacity pursuant to
§ 1.34(a).

(d) If the inter partes request does not meet all
the requirements of subsection 1.9l5(b), the person
identified as requesting inter partes reexamination
may be so notified and given an opportunity to com
plete the formal requirements of the request within a
specified time. Failure to comply with the notice may
result in the inter partes reexaminationproceediug
being vacated.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.919 Filing date of request for inter partes
reexamination.

(a) The filing date of a request for inter partes
reexamination is the date on which the request satis
fies the fee requirement of § 1.9l5(a).

(b) If the request is not granted a filing date, the
request will be placed in the patent file as a citation of
prior art if it complies with the requirements of
§ 1.501.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.923 Examiner's determination on the request
for inter partes reexamination.

Within three months following the filing date of a
request for inter partes reexamination under § 1.919,
the examiner will consider the request and determine
whether or not a substantial new question of patent
ability affecting any claim of the patent is raised by
the request and the prior art citation. The examiner' s
determination will be based on the. claims in. effect at
the time of the determination, will become a part of
the official file of the patent, and will be mailed to the
patent owner at the address as provided for in

§ 1.33(c) and to the third party requester. If the exam
iner determines that no substantial new question of
patentability is present, the examiner shall refuse the
request and shall not order inter partes reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
20Gl]

§ 1.925 Partial refund if request for inter partes
reexamination is not ordered.

Where inter partes reexamination is not ordered, a
refund of a portion of the fee for requesting inter
partes reexamination will be made to the requester in
accordance with § 1.26(c).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.927 Petition to review refusal to order inter
partes reexamination.

The third party requester may seek review by a
petition to the Commissioner under § 1.181 within
one month of the mailing date of the examiner's deter
mination refusing to order inter partes reexamination.
Any such petition must comply with § 1.18l(b). If no
petition is timely filed or if the decision on petition
affirms that no substantial new question ofpatentabil
ity has been raised, the determination shall be final
and nonappealable,

[Added, 65 FR 76756, Dec. 7, 2000,effective Feb. 5,
2001]

INTER PARTES REEXAMINATION
OF PATENTS

§ 1.931 Order for inter partes reexamination.

(a) If a substantial new question of patentability
is found, the determination will include an order for
inter partes reexamination of the patent for resolution
of the question.

(b) If the order for inter partes reexamination
resulted from a petition pursuant to § 1.927, the inter
partes reexamination will ordinarily be conducted by
an examiner other than the examiner responsible for
the initial determination under § 1.923.
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PATENT RULES § 1.949

§ 1:943 Requirements of responses, written com
ments, and briefs in inter partes.reexami
nation,

(a) The form of responses, written comments,
briefs,appendices, and other papers must be iu accor
dance with the requirements of § 1.52.

(b) Responses by the patent owner and written
comments by the third party requester shall not
exceed 50 pages in length, excluding amendments,
appendices of claims, and reference materials such as
prior art references.

(c) Appellant' s briefs filed by the patent owner
and the third.party requester shall not exceed thirty
pages or 14,000 words in length, excluding appendi
ces of claims and reference materials such as prior art
references. All other briefs filed by any party shall not
exceed fifteen pages in length or 7,000 words. If the
page limit for any brief is exceeded, a certificate is
required stating the number of words contained in the
brief.

[Added, 65 FR 76756, Dec. 7, 2000, effectiveFeb. 5,
2001]

§ 1.945 Response to Office action by patent
owner in inter partes reexaminatiou.

The patent owner will be given at least thirty days
to file a response to any Office action on the merits of
the inter partes reexamination.

§ 1:947 Comments by third party reqnester to
patent owner-s response in inter partes
reexamination;

Each time the patent owner files a response to an
Office action on the merits pursuarit to § 1.945, a third
party requester may once file written comments
within a period of 30 days from the date of service of
the patent owner's response. These comments shall be
limited to issues raised by the Office action or the
patent owner's response. The time for submitting
comments by the third party requester may not be
extended. For the purpose of filing the written com
ments by the third party requester, the comments will
be considered as having been received in the Office as

of the date of deposit specified in the certificate under
§ 1.8.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1,948 Limitations on submission of prior art by
third party requester following the order
for inter partes reexamination.

(a) After the inter partes reexamination order,
the third party requester mayonly cite additional prior
art as defined under § 1.501 if it is filed as part of a
comments submission under § 1.947 or § 1.951(b)
and is limited toprior art:

(1) which is necessary to rebut a finding of
fact by the examiner;

(2) which is necessary to rebut a response of
the patent owner; or

(3) which for the first time became known or
available to the third party requester after the filing of
the request for inter partes reexamination proceeding.
Prior art submitted uuder paragraph (a)(3) of this sec
tion must be accompanied by a statement as to when
the prior art first became known or available to the
third party requester and must include a discussion of
the pertinency of each reference to the patentability of
at least one claim.

(b) [Reserved].

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1:949 Examiner's Office action closing prosecu
tion in inter partes reexamination.

Upon consideration of the issues a second or subse
quent time, or upon a determination of patentability of
all claims, the examiner shall issue an Office action
treating all claims present in the inter partes reexami
nation, which may be an action closing prosecution.
The Office action shall set forth all rejections and
determinations not to make a proposed rejection, and
the grounds therefor. An Office action will not usually
close prosecution if it includes a new ground of rejec
tion which was not previously addressed by the patent
owner, unless the new ground was necessitated by an
amendment.

[Added; 65 FR 76756, Dec. 7, 2000, effectiveFeb. 5,
2001]
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§ 1.907 MANUAL OF PATENT EXAMINING PROCEDURE

a reissue application to have such issues considered
and resolved.

[Added, 65 FR 76756, Dec.7, 2000, effective Feb. 5,
2001]

§ 1.907 Inter partes reexamination prohibited.

(a) Once an order to reexamine has been issued
under § 1.931, neither the third party requester, nor its
privies, may file a subsequent request for inter partes
reexamination of the patent until an inter partes reex
amination certificate is issued under § 1.997, unless
authoriied by the Commissioner.

(b) Once a final decision has been entered
against a party in a civil action arising in whole or in
part under 28 U.S.C. 1338 that the party has not sus
tained its burden of proving invalidity of any patent
claim-in-suit, then neither that party nor its, privies
may thereafter request inter partes reexamination of
any such patent claim on the basis of issues which that
party, of its privies, raised or could have raised in such
civil action, and an inter partes reexamination
requested by that party, or its privies, on the basis of
such issues may not thereafter be maintained by the
Office.

(c) If a final decision in an inter partes reexam
ination proceeding instituted by a third party requester
is favorable to patentability of any original, proposed
amended, or new claims of the patent, then neither
that party nor its privies may thereafter request inter
partes reexamination of any such patent claims on the
basis of issues which that party, or its privies, raised
or could have raised in such inter partes reexamina
tion proceeding.

[Added, 65 FR 76756, Dec.7, 2000, effective Feb.5,
2001]

§ 1.913 Persons eligible to file request for inter
partes reexaminatlon.

Except as provided for in § 1.907, any person may,
at auy time during the period of enforceability of a
patent which issued from an original application filed
in the United States on or after November 29, 1999,
file a request for inter partes reexamination by the
Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501.

[Added, 65 FR 76756, Dec.7, 2000, effective Feb.5,
2001]

§ 1.915 Content of request for inter partes reex
amination.

(a) The request must be accompanied by the fee
for requesting inter partes reexamination set forth in
§ 1.20(c)(2).

(b) A request for inter partes reexamination
must include the following parts:

(1) An identification of the patent by patent
number and every claim for which reexamination is
requested.

,(2) A citation of the patents and printed pub
lications which are presented to provide a substantial
new question of patentability.

(3) A statement pointing but each substantial
new question of patentability based on the cited pat
ents and printed publications, and a detailed explana
tion of the pertinency and manner of applying the
patents and printed publications to every claim for
which reexamination is requested.

(4) A copy of every patent or printed publica
tion relied upon or referred to in paragraphs (b)(l)
through (3) of this section, accompanied by an
English language translation of all the necessary and
pertinent parts of any non-English language docu-
ment. .

(5) A copy of the entire patent including the
front face, drawings, and specification/claims (in dou
ble column format) for which reexamination is
requested, and a copy of any disclaimer, certificate of
correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written
on only one side of a sheet of paper.

(6) A certification by the third party
requester that a copy of the request has been served in
its entirety on the patent owner at the address pro
vided for in § 1.33(c). The name and address of the
party served must be indicated. If service was not pos
sible, a duplicate copy of the request must be supplied
to the Office.

(7) A certification by the third party
requester that the estoppel provisions of § 1.907 do
not prohibit the inter partes reexamination.
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PATENTRULES § 1.959

§ 1.957 Failure to file a timelwapproprfate or
complete response or comment in inter
partes reexamination.

(a) If the third party requester files au untimely
or inappropriate comment, notice of appeal or brief in
au inter partes reexamination, the paper will be
refused consideration.

(b) If no claims are found patentable, audthe
patent owner fails to file a timely aud appropriate
response in an inter partes reexamination proceeding,
the reexamination proceeding will be terminated aud
the Commissioner will proceed to issue. a certificate
under § 1.997 in accordauce with the last action of the
Office.

(c) If claims are found patentable aud the patent
owner fails to file a timely aud appropriate response
to auy Office action in au inter partes reexamination
proceeding, further prosecution will be limited to the
claims found patentable at the time of the failure to
respond, aud to any claims added thereafter which do
not expaud the scope of the claims which were found
patentable at that time.

(d) When action by the patent owner is a bona
fide attempt to respond and to advance the prosecu
tion and is substantially a complete response to the
Office action, but consideration of some matter or
compliauce with some requirement has been inadvert
ently omitted, au opportunity toexplain aud supply
the omission may be given.

[Added, 65 FR 76756, Dec. 7, 2000,effe.ctive Feb. 5,
2001]

§ 1.958 Petltion to revive terminated inter partes
reexamination or claims terminated for
lackof patent owner response,

(a) If a response by the patent owner is not
timely filed in the Office, the delay in filing such
response may be excused if it is shown to the satisfac
tion of the Commissioner that the delay was unavoid
able. A grautable petition to accept au unavoidably
delayed response must be filed in compliauce with
§ 1.137(a).

(b) Any response by the patent owner not
timely filed in the Office may be accepted if the delay
was unintentional. A grantable petition to accept au
nnintentionally delayed response 'must be filed in
compliauce with § 1.137(b).

APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES IN

INTER PARTES REEXAMINATION

§ 1.959 Notice ,of appeal and cross appeal to
Board, of Patent Appeals and Interfer
ences in interpartesreexamination.

(a)(I) Upon the issuauce of a Right of Appeal
Notice under § 1.953, the patent owner involved in au
inter jJattesreexamination proceeding may appeal to
the Board of PatentAppeals and Interferences with
respect to the final rejection of any claim of the patent
by filing a notice of appeal within the time provided
in the Right of Appeal Notice aud paying the fee set
forth in § 1.17(b).

(2) Upon the issuance of a Right of Appeal
Notice under § 1.953, a third party requester involved
in an inter partes reexamination proceeding may
appeal to the Board ofPatent Appeals and Interfer
ences with respect to any final decisiou favorable to
the patentability, including auy final determination
not to make a proposed rejection, of auyoriginal, pro
posed amended, or new claim of the patent by filing a
notice of appeal within the time provided in the Right
of Appeal Notice and paying the fee set forth in
§ 1.17(b).

(b)(I) Within fourteen days of service of a third
party requester's notice of appeal under paragraph
(a)(2) of this section and upon payment of the fee set
forth in § 1.17(b), a patent owner who has not filed a
notice of appeal may file a notice of cross appeal with
respect to the final rejection of any claim of the
patent.

(2) Within fourteen days of. service of a
patent owner's notice of appeal under paragraph
(a)(I) of this section aud upon payment of the fee set
forth in §1.17(b), a third party requester who has not
filed a notice of appeal may file a notice of cross
appeal with respect to any final decision favorable to
the patentability, including auy final determination
not to make a proposed rejection, of any original, pro
posed amended, or new claim of the patent.

(c) The notice of appeal or cross appeal in an
inter partes reexamination proceeding must identify
the appealed claim(s) and must be signed by the
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§ 1.933 MANUAL OF PATENT EXAMINING PROCEDURE

[Added, 65 FR 76756, Dec.7, 2000,effective Feb. 5,
2001]

INFORMATION DISCLOSURE IN
INTER PARTES REEXAMINATION

§ 1.933 Patent owner duty of disclosure iu inter

partes reexamination proceedings.

(a) Each individual associated with the patent

owner in an inter partes reexamination proceeding
has a duty of candor and good faith in dealing with the
Office, which includes a duty to disclose to the Office
all information known to that individual to be material

to patentability in a reexamination proceeding as set
forth in § 1.555(a) and (b). The duty to disclose all
information known to be material to patentability in

an inter partes reexamination proceeding is deemed

to be satisfied by filing a paper in compliance with the
requirements set forth in § 1.555(a) and (b).

(b) The responsibility for compliance with this
section rests npon the individuals designated in para

graph (a) of this section, and no evaluation will be
made by the Office in the reexamination proceeding
as to compliance with this section. If questions of

compliance with this section are raised by the patent
owner or the third party requester during a reexamina
tion proceeding, they will be noted as unresolved
questions in accordance with § 1.906(c).

[Added, 65 FR 76756, Dec.7, 2000,effective Feb.5,
2001]

OFFICE ACTIONS AND RESPONSES
(BEFORETHE EXAMINER) IN

INTER PARTES REEXAMINATION

§ 1.935 Initial Office action usually accompanies
order for inter partes reexamination.

The order for inter partes reexamination will usu
ally be accompanied by the initial Office action on the
merits of the reexamination.

[Added, 65 FR 76756, Dec.7, 2000,effective Feb.5,
2001]

§ 1.937 Conduct of inter partes reexamination.

(a) All inter partes reexamination proceedings,
including any appeals to the Board of Patent Appeals
and Interferences, will be conducted with special dis
patch within the Office, unless the Commissioner
makes a determination that there is good cause for
suspending the reexamination proceeding.

(b) The inter partes reexamination proceeding
will be conducted in accordance with §§ 1.104
through 1.116, the sections governing the application
examination process, and will result in the issuance of
an inter partes reexamination. certificate under
§ 1.997, except as otherwise provided.

(c) All communications between the Office and
the parties to the inter partes reexamination which are
directed to the merits of the proceeding must be in
writing and filed with the Office for entry into the
record of the proceeding.

[Added, 65 FR 76756, Dec. 7, 2000,effective Feb. 5,
2001]

§ 1.939 Unauthorized papers in inter partes reex
amination

(a) If an unauthorized paper is filed by any
party at any time during the inter partes reexamina
tion proceeding it will not be considered and may be
returned.

(b) Unless otherwise authorized, no paper shall
be filed prior to the initial Office action on the merits
of the inter partes reexamination.

[Added, 65 FR 76756, Dec. 7, 2000,effective Feb.5,
2001]

§ 1.941 Amendments by patent owner in inter
partes reexamination.

Amendments by patent owner in inter partes reex
amination proceedings are made by filing a paper in
compliance with §§ 1.530(d)-(k) and 1.943.

[Added, 65 FR 76756, Dec.7, 2000, effective Feb.5,
2001]
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PATENT RULES § 1.965

(b) A party's appeal shall stand dismissed upon
failure of that party to file an appellant's brief, accom
panied by the requisite fee, within the time allowed.

(c) The appellant's brief shall contain the fol
lowing items under appropriate headings and in the
order indicated below, unless the brief is filed by a
party who is not represented by a registered practitio
ner. The brief may include an appendix containing
only those portions of the record on which reliance
has been made.

(1) Real Party in Interest. A'statement identi
fying the real party in interest.

(2) Related Appeals and Interferences. A
statement identifying by number and filing date all
other appeals or interferences known to the appellant,
the appellant's legal representative, .or assignee which
will directly affect or be directly affected by or have a
bearing on the decision of the Board of Patent
Appeals and Interferencesin the pending appeal.

(3) . Status of Claims. A statement of the sta
tus ofall the claims, pending or canceled. If the appel
lant is the patent owner, the appellant must also
identify the rejected claims whose rejection is being
appealed. If the appellant isa third party requester, the
appellant must identify the claims. that the examiner
has made a determination favorable to patentability,
which determination is being appealed.

(4) Status ofAmendments. A statement of the
status of any amendment filed subsequent to the close
ofprosecution,

(5) Summary of Invention. A concise expla
nation of the invention or subject matter defined in the
claims involved in the appeal, which shall refer to the
specification by column and line number, and to the
drawing(s), if any, by reference characters.

(6) Issues. A concise .statement of the issues
presented for review. No new ground of rejection can
be proposed by a third party requester appellant.

(7) Grouping of Claims. If the appellant is
the patent owner, for each ground of rejection in the
Right of Appeal Notice which appellant contests and
which applies to a group of two or more claims, the
Board of Patent Appeals and Interferences shall select
a single claim from the group and shall decide the
appeal as to the ground of rejection on the basis of
that claim alone unless a statement is included that the
claims of the group do not stand or fall together; and,
in the argument under paragraph (c)(8) of this section,

appellant explains why the claims of this group are
believed to he separately patentable. Merely pointing
out differences in what the claims cover is not an
argument as to why the claims are separately patent
able.

(8) Argument. The contentions of appellant
with respect to each of the issues presented for review
in paragraph (c)(6) of this section, and the bases there
for, with citations of the authorities, statutes, and parts
of the record relied on. Each issue should be treated
under a separate, numbered heading.

(i) For each rejection under 35 U.S.C.
112, first paragraph, or for each determination favor
able to patentability, including a determination not to
make a proposed rejection under 35 U.S.C. 112, first
paragraph, which appellant contests, the argument
shall specify the errors in the rejection or the determi
nation and how the first paragraph of 35 U.S.c. 112 is
complied with, if the appellant is the patent owner, or
is not complied with, if the appellant is a third party
requester, including, as appropriate, how the specifi
cation and drawing(s), if any, .

(A) Describe, ·if the appellant is the
patent owner, or fail to describe, if the appellant is a
third party requester, the subject matter defined by
each of the appealed claims; and

(B) Enable, if the appellant is the patent
owner, or fail to enable, if the appellant is a third party
requester, any person skilled in the art to make and
use the subject matter defined by each of the appealed
claims.

(ii) For each rejection under 35 U.S.C.
112, second paragraph, or for each determination
favorable to patentability including a determination
not to make a proposed rejection under 35 U.S.c. 112,
second paragraph, which appellant contests, the argue
ment shall specify the errors in the rejection, if the
appellant is the patent owner, or the determination, if
the appellant is a third party requester, and how the
claims do, if the appellant is the patent owner, or do
not, if the appellant isa third party requester, particu
larly point out and distinctly claim the subject matter
which the inventor regards as the invention.

(iii) For each rejection under 35 U.S.C. 102
or for each determination favorable to patentability
including a determination not to make a proposed
rejection under 35 U.S,C. 102 which appellant con
tests, the argument shall specify the errors in the
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§ 1.951 MANUAL OF PATENT EXAMINING PROCEDURE

§ 1.951 Options after Office action closing prose
cution in inter partes reexamination.

(a) After an Office action closing prosecution
in an inter partes reexamination, the patent owner
may once file comments limited to the issues raised in
the Office action closing prosecution. The comments
can include a proposed amendment to the claims,
which amendment will be subject to the criteria of
§ 1.116 as to whether or not it shall be admitted. The
comments must be filed within the time set for
response in the Office action closing prosecution.

(b) When the patent owner does file comments,
a third party requester may once file comments
responsive to the patent owner's comments within
30 days from the date of service of patent owner's
comments on the third party requester.

[Added, 65 FR 76756, Dec. 7, 2000,effective Feb. 5,
2001]

§ 1.953 Examiner's Right of Appeal Notice in
inter partes reexamination.

(a) Upon considering the comments of the
patent owner and the third party requester subsequent
to the Office action closing prosecution in an inter
partes reexamination,or upon expiration of the time
for submitting such comments, the examiner shall
issue a Right of Appeal Notice, unless the examiner
reopens prosecution and issues another Office action
on the merits.

(b) Expedited Right of Appeal Notice: At any
time after the patent owner's response to the initial
Office action on the merits in an inter partes reexami
nation, the patent owner and all third party requesters
may stipulate that the issues are appropriate for a final
action, which would include a fmal rejection and/or a
final determination favorable topatelltability, and
may request the issuance of a Right of Appeal Notice.
The request must have the concurrenceof the patent
owner and all third party requesters present in the pro
ceeding and must identify all the appealable issues
and the positions of the patent owner and all third
party requesters on those issues. If the examiner deter
mines that no other issues are presentorshould be
raised, a Right of Appeal Notice limited to the identi
fied issues shall be issued. Any appeal by the
parties shall be conducted in accordance with §§
1.959-1.983.

(c) The Right of Appeal Notice shall be afinal
action, which comprises a final rejection setting forth
each ground of rejection and/or final decision favor
able to patentability including each determination not
to make a proposed rejection, an identification of the
status of each claim, and the reasons for decisions
favorable to patentability and/or. the grounds of rejec
tion for each claim. No amendmentcan be made in
response to the Right of Appeal Notice. The Right. of
Appeal Notice shall set a one-month time period for
either party to appeal. If no notice of appeal is filed,
the inter partes reexamination proceeding will be ter
minated, and the Commissioner will proceed to issue
a certificate under § 1.997 in accordance with the
Right of Appeal Notice.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

INTERVIEWS PROHIBITED IN
INTER PARTES REEXAMINATION

§ 1.955 Interviews prohibited in inter partes reex
amination proceedings.

There will be no interviews in an inter partes reex
amination proceeding which discuss the merits of the
proceeding.

[Added, 65 FR 76756,Dec. 7, 2000, effectiveFeb. 5,
2001]

EXTENSIONS OF TIME, TERMINATION OF
PROCEEDINGS, AND PETITIONS TO REVIVE

IN INTER PARTES REEXAMINATION

§ 1.956 Patent owner extensions of time in inter
partes reexamination.

The time for taking any action by a patent owner in
an inter partes reexamination proceeding will be
extended ollly for sufficient cause and for a reason
able time specified. Any request for such extension
must be filed on or before the day on which action by
the patent owner is due, but in no case will the mere
filing of a request effect any extension. See § 1.304(a)
for extensions of time for filing a notice of appeal to
the U.S. Court of Appeals for the Federal Circuit.

[Added, 65 FR 76756, Dec. 7, 2000,effective Feb. 5,
2001]
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(3) Status ofclaims. A statement accepting or
disputing appellant's statement of the status of claims.
If appellant's statement of the status of claims is dis
puted, the errors in appellant's statement must be
specified with particularity.

(4) Status of amendments. A statement
accepting or disputing appellant's statement of the
status of amelldments. If appellant's statement of the
status ofamendments is disputed, the errors in appel
lant's statement must be specified with particularity.

(5) Summary of invention. A statemeut
accepting or disputing appellant's summary of the
invention or subject matter defiued in the claims
involved iu the appeal. If appellant's summary of the
iuvention or subject matter defined in the claims
involved in the appeal is disputed, the errors in appel
lant' s summary must be specified.

(6) Issues. A statement accepting or disput
ing appellant's statement of the issues presented for
review. If appellant's statement of the issues presented
for review is disputed, the errors in appellant's state
ment must be specified. A counter statement. of the
issues for review may be made. No uew ground of
rejection can be proposed by a third party requester
respondent.

(7) Argument. A statement accepting or dis
putingthe contentious of the appellant with each of
the issues. If a contentionof the appellant is disputed,
the errors in appellant's argument must be specified,
stating the basis therefor, with citations of the authori
ties, statutes, and parts of the record relied on. Each
issue should be treated under a separate heading. An
argument may be made with each of the issues stated
in the. counter statement. Of the. issues, with each
counter-stated issue being treated under a separate
heading. The provisions of § 1.965 (c)(8)(iii) and (iv)
of these regulations shall apply to any argument raised
under 35 U.S.C. 102 or § 103.

(8) Certificate ofService. A certification that
a copy of the respondent brief has been served in its
entirety on all other parties to the reexamination pro
ceeding. The names and addresses of the parties
served must be indicated.

(c) If a respondent brief is filed which does not
comply with all the requirements of paragraph (b) of
this section, respondent will be notified of the reasons
for non-compliance and provided with a non-extend
able period of one month within which to file an

amended brief. If the respondent does not file an
amended brief during the one-month, period, or files
an amended,brief which does not overcome all the
reasons for non-compliance stated in the notification,
the respondent brief will not be considered.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.969 Examiner's answer in inter partes reex
amination

(a) The primary examiner in an inter partes
reexamination appeal may, within such time as
directed by the Commissioner, furnish a written state
ment in ,answer to the patent owner's and/or third
party requester's appellant brief or respondent brief
including, as may be necessary, such explanation of
the invention claimed and of the references, the
grounds of!ejection, and the reasons for patentability,
including grounds for not adopting a proposed rejec
tion. A copy of the answer shall be supplied to all par
ties to the reexamination proceeding. If the primary
examiner finds that the appeal is not regular in form
or does not relate to an appealable action, he or she
shall so state.

(b) An examiner's answer may not include a
new ground of rejection.

(c) An examiner's answer may not include a
new determination 'not to make a proposed rejection
ofa claim.

(d) Any new ground of rejection, or any new
determination not to make a proposed rejection, must
be made in anOffice action reopening prosecution.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.971 Rebuttal brief in inter partes reexamina
tion.

Within one month of the examiner's answer in an
inter partes reexamination appeal, any appellant may
once file a rebuttal brief in triplicate. The rebuttal
brief of the patent owner may be directed to the exam
iner's answer and/or any respondent brief. The rebut
tal brief of any third party requester may be directed
to the examiner's answer and/or the respondent brief
of the patent owner. The rebuttal brief of a third party
requester may not be directed to the respondent brief
of any other third party requester. No new ground of
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patent owner, the third party requester, or their duly
authorized attorney or agent.

(d) An appeal or cross appeal, when taken, must
be taken from all the rejections of the claims in a
Right of Appeal Notice which the patent owner pro
poses to contest or from all the determinations favor
able to patentability, including any final determination
not to make a proposed rejection, in a Right of Appeal
Notice which a third party requester proposes to con
test. Questions relating to matters not affecting the
merits of the invention may be required to be settled
before an appeal is decided.

(e) The times for filing a notice of appeal or
cross appeal may not be extended.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb.5,
2001]

§ 1.961 Jurisdiction over appeal in inter partes
reexamination.

Jurisdiction over the inter partes reexamination
proceeding passes to the Board of Patent Appeals and
Interferences upon transmittal of the file, including all
briefs and examiner's answers, to the Board of Patent
Appeals and Interferences. Prior to the entry of a deci
sion on the appeal, the Commissioner may sua sponte
order the inter partes reexamination proceeding
remanded to the examiner for action consistent with
the Commissioner's order.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb.5,
2001]

§ 1.962 AppeUant and respondent in inter partes
reexamination defined.

For the purposes of inter partes reexamination,
appellant is any party, whether the patent owner or a
third party requester, filing a notice of appeal or cross
appeal. If more than one party appeals or cross
appeals, each appealing or cross appealing party is an
appellant with respect to the claims to which his or
her appeal or cross appeal is directed. A respondent is
any third party requester responding under § 1.967 to
the appellant' s brief of the patent owner, or the patent
owner responding under § 1.967 to the appellant's
brief of any third party requester. No third party
requester may be a respondent to the appellant brief of
any other third party requester.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.963 Time for filing briefs in inter partes reex
amination.

(a) An appellant's brief in an inter partes reex
amination must be filed no later than two months
from the latest filing date of the last-filed notice of
appeal or cross appeal or, if any party to the inter
partes reexamination is entitled to file an appeal or
cross appeal but fails to timely do so, the expiration of
time for filing (by the last party entitled to do so) such
notice ofappeal or cross appeal. The time for filing an
appellant's brief may not be extended.

(b) Once an appellant's brief has been properly
filed, any brief must be filed by respondent within one
month from the date of service of the appellant's brief.
The time for filing a respondent's brief may not be
extended.

(c) The examiner will consider both the appel
lant's and respondent's briefs and may prepare an
examiner's answer under § 1.969.

(d) Any appellant may file a rebuttal brief under
§ 1.971 within one month of the date of the exam
iner's answer. The time for filing a rebuttal brief may
not be extended.

(e) No further submission will be considered
and any such submission will be treated in accordance
with § 1.939.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.965 AppeUant's brief in inter partes reexami
nation.

(a) Appellant(s) may once, within time limits
for filing set forth in § 1.963, file a brief in triplicate
and serve the brief on all other parties to the inter
partes reexamination proceeding in accordance with
§ 1.903. The brief must be signed by the appellant, or
the appellant's duly authorized attorney or agent and
must be accompanied by the requisite fee set forth in
§ 1.17(c). The brief must set forth the authorities and
arguments on which appellant will rely to maintain
the appeal. Any arguments or authorities not included
in the brief will be refused consideration by the Board
of Patent Appeals and Interferences, unless good
cause is shown.
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with respect to the new ground of rejection to avoid
termination of the appeal proceeding as to the rejected
claim:

(I) The patent owner may submit an appro
priate amendment of the claim so rejected or a show
ing of facts relating to the claim, or both.

(2) The patent owner may file a request for
rehearing of the decision of the. Board of Patent
Appeals and Interferences under§ 1.979(a).

(c) Where the patent owner has responded
under paragraph (b)(I) of this section, any third party
requester, within one month of the date of service of
the patent owner response, may once file comments
onthe response. Such written.comments must be lim
ited to the issues raised by the decision of the Board
of Patent Appeals and Interferences and the pate~t

owner' s response. Any third party requester that had
not previously filed an appeal or cross appeal and is
seeking under this subsection to file comments or a
reply to the cornrnents is subject to the appeal and
brieffees under § 1.17(b) and (c), respectively, which
must accompany the comments or reply.

(d) Following any response by the patent owner
under paragraph (b)(I) of this section and any written
cornrnents from a third party requester under para
graph (c) of this section, .the reexamination proceed
ing will be remanded to the examiner. The statement
of the Board of Patent Appeals and Interferences shall
be binding upon the examiner unlessanamendment
or showing of facts not previously of record be made
which, in the opinion of the examiner, overcomes the
new ground of rejection. The examiner will consider
any response under paragraph (b)(I) of this section
and any written cornrnents by a third party requester
under paragraph (c) of this section and issue a deter
mination that the rejection should be maintained or
has been overcome.

(e) Within one month of the examiner's deter
niination pursuant to paragraph (d) of this section, the
patent owner or any third p~rty requester may once
submit cornrnents in response to the exaniiner's deter
mination. Within one month of the date of service of
cornrnentsin response to the examiner's determina
tion, any party may file a reply to the cornrnents. No
third party requester reply may address the cornrnents
of any other third party requester reply. Any third
party requester thathad not previously filed an appeal
or cross appeal and is seeking under this subsection to

file comments or a reply to the comments is subject to
the appeal and brief fees under § L17(b) and (c),
respectively, which must accompany the cornrnents or
reply.

(f) After submission of anycomments and any
reply pursuant to paragraph (e) of this section, or after
time has expired, the reexamination proceeding will
be returned to the Board of Patent Appeals and Inter
ferences which shall reconsider the matter and issue a
new decision. The new decision will incorporate the
earlier decision, except for those portions specifically
withdrawn.

(g) The time period set forth in paragraph (b) of
this section is subject to the extension of time provi
sions of § 1.956. The time periods set forth in para
graphs (c) and (e) of this section may not be extended.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.979 Action following decision by the Board of
Patent Appeals and Interferences or dis
missal of appeal in inter partes reexami
nation.

(a) Parties to the appeal may file arequest for
rehearing of the decision within one month of the date
of:

(I) The original decision of the Board of
Patent Appeals and Interferences under § 1.977(a),

(2) The original § 1.977(b) decision under
the provisionsof § 1.977(b)(2),

(3) The expiration of the time for the patent
owner to take action under § 1.977(b)(2), or

(4) The new decision of the Board of Patent
Appeals and Interferences under § 1.977(f).

(b) Within one month of the date of service of
any request for rehearing under paragraph (a) of this
section, or any further request for rehearing under
paragraph (c) of this section, any party to the appeal
may once file cornrnents in opposition to the request
for rehearing or the further request for rehearing. The
comments in opposition must be limited to the issues
raised in. the request for rehearing or the further
request for rehearing.

(c) If a party to an appealfiles a request for
rehearing underparagraph (a) of this section, or afur
ther request for rehearing under this section, the
Board of Patent Appeals and Interferences will issue a
decision on rehearing. This decision is deemed to
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rejection, if the appellant is the patent owner, or deter
mination, if the appellant is a third party requester,
and why the appealed claims are, if the appellant is
the patent owner, or are not, if the appellant isa third
party requester, patentable under 35 U.S.c. 102,
including any specific limitations in the appealed
claims which are or are not described in the prior art.

(iv) For each rejection under 35 U.S.C. 103
or for each determination favorable to patentability,
includiug a determination not to make a proposed
rejection under 35 U,S.C. 103 which appellant con
tests, the argument shall specify the errors in the
rejection, if the appellant is the patent owner, or deter
mination, .if the appellant is a third party requester. If
appropriate, also slate the specific limitations in the
appealed claims which are or are not describedin the
prior art and explain how such limitations render the
claimed SUbject matter obvious, if the appellant is. a
third party requester, or unobvious, if the. appellant is
the patent owner, over the prior art. If the rejection or
determination is based upon a combination of refer
euces, the argument shall explain why the references,
taken as a whole, do or do not suggest the claimed
subject matter. The argument should include, as may
be appropriate, an explanation of why features dis
closed in one reference mayor may not properly be
combined with features disclosed in another refer
ence. A general argument that all the limitations are or
are not described in a single reference does not satisfy
the requirements of this paragraph.

(v) For any rejection other than those
referred to in paragraphs (c)(8)(i) to (iv) of this sec
tiou or for each determination favorable to .patcntabil
ity, including any determination not to make a
proposed rejection other than those referred to in
paragraphs (c)(8)(i) to .(iv) of this section which
appellant contests, the argumeut shall specify the
errors in the rejection, if the appellant is .the. patent
owner, or determination, if the appellant is .~. third
party requester, and the specific limitations in the
appealed claims, if appropriate, or other reasons,
which cause the rejection or determination to be in
error.

(9) Appendix. An appendix containing a copy
of the claims appealed by the appellant.

(10) Certificate ofService. A certification that
a copy of the brief has beenserved in its entirety on
all other parties to the reexamination proceeding. The

names and addresses of the parties served must be
indicated.

(d) If a brief is filed which does not comply
with all the requirements of paragraph (c) of this sec
tion, appellant will be notified of the reasons for non
compliance and provided with a non-extendable
period of one month within which to file an amended
brief. If the appellant does not file an amended brief
during the one-month period, or files an amended
brief which does not overcome all the reasous for
non-compliance stated in the notification, that appel
lant's appeal will stand dismissed.

[Added, 65 FR 76756, Dec. 7, ZOOO, effective Feb. 5,
2001]

§ 1.967 Respondent's brief in inter partes reexam
ination

(a) Respondent(s) in an inter partes reexamina
tion appeal may once, within the time limit for filing
set forth in § 1.963, file a respondent brief in triplicate
and serve the brief on all parties in accordance with §
1.903. The brief must be signed by the party, or the
party' s duly authorized attorney or agent, and must
be accompanied by the requisite fee set forth in §
l.17(c). The brief must state the authorities and argu
ments on which respondeut will rely. Any arguments
or authorities uot included in the brief will be refused
consideration by the Boardof Patent Appeals and
Interferences, unless good cause is shown. The
respondeut brief shall be limited to issues raised in the
appellant brief to which the respondent brief is
directed. A third party respondeut brief may not
address any brief of any other third party.

(b) The respondent brief shall contain the fol
lowing items under appropriate headings and in the
order here indicated, and may include an appendix
containing only those portious of the record on which
reliance has been made.

(1) Real Party in Interest. A statement identi
fying the real party in iuterest.

(2) Related Appeals and Interferences; A
statement ideutifying by number and filing date all
other appeals or interferences known to the respon
dent, the respoudeut's legal represeutative, or assiguee
(if any) which will directly affect or be directly
affected by or have a bearing on the decision of the
Board of Patent Appeals and Interferences in the
pending appeal.
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CONCURRENT PROCEEDINGS
INVOLVING SAME PATENT IN

INTER PARTES REEXAMINATION

§ 1.985 Notification of prior or concurrent pro:
ceedings in inter partes reexamination.

(a) In any inter partes reexamination proceed
ing, the patent owner shall caIl the attention of the
Office to any prior or concurrent proceedings in
which the patent is or was involved, including but not
limited to interference, reissue, reexamination, or liti
gation and the results of such proceedings.

(b), Notwithstanding any provision of the rules,
any person at any time may file a paper in an inter
partes reexamination proceeding notifying the Office
of a prior or concurrent proceedings in which the
same patent is or was involved, including but not lim
ited to interference, reissue, reexamination, or litiga
tion and the results of such proceedings. Such paper
must be limited to merely providing notice of the
other proceeding without discussion of issues of the
current inter partes reexamination proceeding. Any
paper not so limited will be returned to the sender.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.987 Suspension of inter partes reexamination
proceeding due to litigation.

If a patent in the process of inter partes reexamina
tion is or becomes involved in litigation, the Commis
sioner shall determine whether or not to suspend the
inter partes reexamination proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.989 Merger of concurrent reexamination pro
ceedings.

(a) If any reexamination is ordered while a
prior inter partes reexamination proceeding is pend
ing for the same patent and prosecution in the prior
inter partes reexamination proceeding has not been
terminated, a decision may be made to merge the two

proceedings or to suspend orie of the two proceedings.
Where merger is ordered, the merged examination
will normally result in the issuance of a single reex
amination certificate under § 1.997.

(b) An inter partes reexamination proceeding
filed under § 1.913 which is merged with an ex parte
reexamination proceeding filed under § 1.510 will
result in the merged proceeding being governed by
§§ 1.902 through 1.997, except that the rights of any
third party requester of the ex parte reexamination
shall be governed by §§ 1.510 through 1.560.

[Added, 65 FR 76756,Dec. 7, 2000,effective Feb. 5,
2001]

§ 1.991 Merger of concurrent reissue application
and inter partes reexamination proceed
ing.

If a reissue applicatiou and an inter partes reexami
nation, proceeding on which, an order pursuant to
§ 1.931 has, been mailed are pending concurrently on
a-patent, a decision may be made to merge the two
proceedings or to suspend one of the two proceedings.
Where merger of a reissue application and an inter
partes reexamination proceeding is ordered, the
merged proceeding will be conducted in accordance
with §§ 1.171 through 1.179, and the patent owner
will be requif~d to place and maintain the same claims
in the reissue application and the inter partes reexam
ination proceeding during the pendency of the merged
proceeding. In a merged proceeding the third party
requester may participate to the extent provided under
§§ 1.902 through 1.997, except that such participation
shall be limited to issues within the scope of inter
partes reexamination. The examiner's actions and any
responses by the patent owner or third party requester
in a merged proceeding will apply to both the reissue
application and the inter partes reexamination pro
ceeding and be physically entered into both files. Any
inter partes reexamination proceeding merged with a
reissue application shall be terminated by the grant of
the reissued patent.

[Added, 65 FR 76756,Dec. 7,2000, effective Feb. 5,
2001]
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rejection can be proposed by a third party reqnester.
The time for filing a rebuttal brief may not be
extended. The rebuttal brief must include a certifica
tion that a copy of the rebuttal briefhas been servedin
its entirety on all other parties to the reexamination
proceeding. The names and addresses of the parties
served must be indicated.

[Added, 65 FR76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.973 Oral hearing in inter partes reexamina
tion.

(a) An oral hearing in an inter partes reexami
nation appeal should be requested only in those cir
cumstances in which an appellant or a respondent
considers snch a hearing necessary or desirable for a
proper presentation of the appeal. An appeal decided
without an oral hearing will receive the same consid
eration by the Board of Patent Appeals and Interfer
ences as an appeal decided after oral hearing.

(b) If an appellant or a respondent desires an
oral hearing, he or she must file a written request for
such hearing accompanied by the fee set forth in
§ 1.17(d) within two months after the date of the
examiner' s answer. The time for requesting an oral
hearing may not be extended.

(c) An oral argument may be presented at oral
hearing by, or on behalf of, the primary examiner if
considered desirable by either the primary examiner
or the Board of Patent Appeals and Interferences.

(d) If an appellant or a respondent has requested
an oral hearing and has submitted the fee set forth in
§ 1.17(d), a hearing date will be set, and notice given
to all parties to the reexamination proceeding, as well
as the primary examiner. The notice shall set a non
extendable period within which all requests for oral
hearing shall be submitted by any other party to the
appeal desiring to participate in the oral hearing. A
hearing will be held as stated in the notice, and oral
argument will be limited to thirty minutes for each
appellant and respondent who has requested an oral
hearing, and twenty minutes for the primary examiner
unless otherwise ordered before the hearing begins.
No appellant or respondent will be permitted to par
ticipate in an oral hearing unless he or she has
requested an oral hearing and submitted the fee set
forth in § 1.17(d).

(e) If no request and fee for oral hearing have
been timely filed by an appellant or a respondent, the
appeal will be assigned for consideration and decision
on the written record.

[Added, 65FR76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.975 Affidavits or declarations after appealin
inter partes reexamination.

Affidavits, declarations, or exhibits submitted after
the inter partes reexamination has been appealed will
not be admitted without a showing ofgood and suffi
cient reasons why they were not earlier presented.

[Added, 65 FR76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.977 Decision by the Board of Patent Appeals
and Interferences; remand to examiner
in inter partes reexamination.

(a) The Board of Patent Appeals and Interfer
ences, in its decision, may affirm or reverse each deci
sion of the examiner on all issues raised on each
appealed claim, or remand the reexamination pro
ceeding to the examiner for further consideration. The
reversal of the examiner's determination not to make
a rejection proposed by the third party requester con
stitutes a decision adverse to the patentability of the
claims which are subject to that proposed rejection
which will be set forth in the decision of the Board of
Patent Appeals and Interferences as a new ground of
rejection under paragraph (b) of this section. The
affirmance of the rejection of a claim on any of the
grounds specified constitutes a general affirmance of
the decision of the examiner on that claim, except as
to any ground specifically reversed.

(b) Should the Board of Patent Appeals and
Interferences have knowledge of any grounds not
raised in the appeal for rejecting any pending claim, it
may include in the decision a statement to that effect
with its reasons for so holding, which statement shall
constitute a new ground of rejection of the claim. A
decision which includes a new ground of rejection
shall not be considered final for purposes of judicial
review. When the Board of Patent Appeals and Inter
ferences makes a new ground of rejection, the patent
owner, within one month from the date of the deci
sion, must exercise.one of the following two options
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COVER SHEET REQUIREMENTS

3.31 Coversheetcontent.
3.34 Correction of coversheeterrors.

FEES

3.41 Recording fees,

DATE AND EFFECT OF RECORDING

3.51 Recording date.
3.54 Effectof recording.
3.56 Conditional assignments.
3.58 Governmental registers.

DOMESTIC REPRESENTATIVE

3.61 Domestic representative.

ACTION TAKEN BY ASSIGNEE

3.71 Prosecution by assignee.
3.73 Establishing rightof assignee to take action.

ISSUANCE TO ASSIGNEE

3.81 Issueof patentto assignee.
3.85 Issueof registration to assignee.

§ 3.1 Definitions.
For purposes of this part, the following definitions

shall apply:
Application means a national application for patent,

an international application that designates the United
States of America, or an application to register a
trademark nnless otherwise indicated.

Assignment means a transfer by a party of all or part
of its right, title and interest in a patent or patent appli
cation, or a transfer of its entire right, title and interest
in a registered mark or a mark for which an applica
tion to register has been filed.

Document means a document which a party
requests to be recorded in the Office pursuant to
§ 3.11 and which affects some interest in an applica
tion, patent, or registration.

Office means the Patent and Trademark Office.

Recorded document means a document which has
been recorded in the Office pursuant to § 3.11.

Registration means a trademark registration issued
by the Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

DOCUMENTS ELIGIBLE FOR RECORDING

§3;11 Documents which will be recorded.

(a) Assignments of applications, patents, and
registrations, accompanied by completed cover sheets
as specified in§§ 3.28 and 3.31, will be recorded in
the Office. Other documents, accompanied by com
pleted cover sheets as specified in §§ 3.28 and 3.31,
affecting title to applications, patents, or registrations,
will be recorded as provided in this part or at the dis
cretionof the Commissioner.

(b) Executive Order 9424 of February 18, 1944
(9PR 1959, 3 CPR 1943-1948Comp., p. 303)
requires the several departments and other executive
agencies of the Government, including Government
owned or Government-controlled corporations, to for
ward promptly to the Commissioner of Patents and
Trademarks for recording all licenses, assignments, or
other interests of the Government in or under patents
or patent applications. Assignments and otherdocu
ments affecting title to patents or patent applications
and documents not affecting title to patents or patent
applications required by Executive Order 9424 to be
filed will be recorded as provided in this part.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
I, 1997]

§ 3.16 Assignability of trademarks prior to fll
ing an allegation of use.

Before an allegation of use under either IS U.S.C.
1051(c) or 15 U.S.C. 1051(d) is filed, an applicant
may only assign an application to register a mark
under 15 U.S.C. 1051(b) to a successor to the appli
cant's business, or portion of the business to which the
mark pertains, if that business is ongoing and existing.
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incorporate the earlier decision, except for those por
tions specifically withdrawn. If the decision on
rehearing becomes, in effect, anew decision, and the
Board of Patent Appeals and Interferences so states,
then any party to the appeal may, within one month of
the new decision, file a fnrther request for rehearing
of the new decision under this subsection.

(d) Any request for rehearing shall state the
points believed to have been misapprehended or over
looked in rendering the decision and also state all
other grounds upon which rehearing is sought.

(e) The patent owner may not appeal to the U.S.
Court of Appeals for the Federal Circuit under § 1.983
until all parties' rights to request rehearing have been
exhausted, at which time the decision of the Board of
Patent Appeals and Interferences is [mal and appeal
able by the patent owner.

(f) An appeal by a third party requester is con
sidered terminated by the dismissal of the third party
requester' s appeal, the failure of the third party
requester to timely request rehearing under§ 1.979(a)
or (c), or a final decision under § 1.979(e). The date of
snch termination is the date on which the appeal is
dismissed, the date on which the time for rehearing
expires, or the decision of the Board of Patent
Appeals and Interferences is final. An appeal by the
patent owner is considered terminated by the dis
missal of the patent owner's appeal, the failure of the
patent owner to timely request rehearing under
§ 1.979(a) or (c), or the failure ofthe patent owner to
timely file an appeal to the U.S. COJIrt of Appeals for
the Federal Circuit under § 1.983. The date of such
termination is the date on which the appeal is dis
missed, the date on which the time for rehearing
expires, or the date on which the time for the patent
owner's appeal to the U.S. Court of Appeals for the
Federal Circuit expires. If an appeal to the U.S: Court
of Appeals for the Federal Circuit has been filed, the
patent owner' sappeal is considered terminated when
the mandate is received by the Office. Upon termina
tion of an appeal, if no other appeal is present, the
reexamination proceeding will be terminated and the
Commissioner will issue a certificate under § 1.997.

(g) The times for requesting rehearing under
paragraph (a) of this section, for requesting further

rehearing under paragraph (c) of this section, and for
submitting comments under paragraph (b) of this sec
tion may not be extended.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]

§ 1.981 Reopening after decision by the Board of
Patent Appeals and Interferences in inter
partes reexamination.

Cases which have been decided by the Board of
Patent Appeals and Interferences will not be reopened
or reconsidered by the primary examiner except under
the provisions of § 1.977 without the written authority
of the Commissioner, and then only for the consider
ation of matters not already adjudicated, sufficient
cause being shown.

[Added, 65 FR 76756,Dec. 7, 2000, effective Feb. 5,
2001]

PATENT OWNER APPEAL TO THE
UNITED STATES COURT OF APPEALS

FOR THE FEDERAL CIRCUIT IN
INTER PARTES REEXAMINATION

§ 1.983 'patent owner appeal to the United States
Court of Appeals for the Federal Circnit
in inter partes reexamination.

(a) The patent owner in a reexamination pro
ceeding who is dissatisfied with the decision of the
Board of Patent Appeals and Interferences may, sub
ject to § 1.979(e), appeal to the U.S. Court of Appeals
for the Federal Circuit. The appellant must take the
following steps in such an appeal:

(1) In the U. S. Patent and Trademark Office,
file a timely written notice of appeal directed to the
Commissioner in accordance with §§ 1.302 and
1.304; and

(2) In the Court, file a copy of the notice of
appeal and pay the fee, as provided for in the rules of
the Court.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001]
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1, 1997; revised, 65 FR54604, Sept. 8, 2000, effective
Nov. 7, 2000]

§ 3.28 Requests for recording.
Each document submitted to the Office for record

ing must include at least one cover sheet as specified
in § 3.31 referring either to those patent applications
and patents, or to those trademark applications and
registrations, against which the document is to be
recorded. If a document to be recorded includes inter
ests in, or transactions involving, both patents and
trademarks, separate patent and trademark cover
sheets should be submitted. Only one set of docu
ments and cover sheets to be recorded should be filed.
If a document to be recordedis not accompanied by a
completed cover sheet, the document and the incom
plete cover sheet will be returned pursuant to § 3.51
for proper. completion. The document and a com
pleted cover sheet should be resubmitted.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 64 FR 48900, Sept. 8, 1999, effective Oct.
30, 1999]

COVER SHEET REQUIREMENTS

§ 3.31 Cover sheet content.
(a) Each patent or trademark cover sheet

required by § 3.28 must contain:

(1) The name of the party conveying the
interest;

(2) The name and address of the party receiv
ing the interest;

(3) A description of the interest conveyed or
transaction to be recorded;

(4) Identification of the interests involved:

(i) For trademark assignments and trade
mark name changes: Each trademark registration
number and each trademark application number, if
known, against which the Office is to record the docu
ment. If the. trademark application numberJs not
known, a copy of the application or a reproduction of
the trademark must be submitted, along with an esti
mate of the date that the Office received the applica
tion; or

(ii) For any other document affecting
title to a trademark or patent application, registration

or patent: Each trademark or patent application num
ber or each trademark registration number or patent
against which the document is to be recorded, or an
indication that the document is filed together with a
patent application;

(5) The name and address of the party to
whom correspondence concerning the request to
record the document should be mailed;

(6) The date the document was executed;

(7) An indication that the assignee of a trade
mark application or registration who is not domiciled
in the United States has designated a domestic repre
sentative (see § 3.61); and

(8) The signature of the party submitting the
document.

(b) A cover sheet should not refer to both pat
ents and trademarks, since any information, including
information about pending patent applications, sub
mitted with a request for recordation of a document
against a trademark application or trademark registra
tion will become public record upon recordation.

(c) Each patentcover sheet required by § 3.28
seeking to record a governmental interest as provided
by § 3.11(b) must:

(1) Indicate that the document is to be
recorded on the Governmental Register, and, if appli
cable, that the document is to be recorded on the
Secret Register (see § 3.58); and

(2) Indicate, if applicable, that the document
to be recorded is not a document affecting title (see
§ 3.4I(b».

(d) Each trademark cover sheet required by
§ 3.28 seeking to record a document against a trade
mark application or registration should include, in
addition to the serial number or registratiou number of
the trademark, identification of the trademark or a
description of the trademark, against which the Office
is to record the document.

(e) Each patent or trademark cover sheet
required by § 3.28 should contain the number of
applicatious, patents or registrations identified in the
cover sheet and the total fee.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; para. (c) added, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. I, 1997; paras. (a)-(b) revised, paras. (d)-(e)
added, 64 FR 48900,Sept.8, 1999,effective Oct. 30, 1999]
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§ 1.993 MANUAL OF PATENT EXAMfrITNG PROCEDURE

§ 1.993 Suspension of concurrent interference
and inter partes reexamination proceed
ing.

If a patent in the process of inter partes reexamina
tion is or hecomes involved in an interference, the
Commissioner may suspend the inter partes reexami
nation or the interference. The Commissioner will not
consider a request to suspend an interference unless a
motion under § 1.635 to suspend the interference has
been presented to, and denied by, an administrative
patent judge and the request is filed within ten (10)
days of a decision by an administrative patent judge
denying the motion for suspension or such other time
as the administrative patent judge may set.

[Added, 65 FR 76756,Dec. 7, 2000,effectiveFeb. 5,
2001]

§ 1.995 Third party requester's participation
rights preserved in merged proceeding.

When a third party requester is involved in one or
more proceedings, including an inter partes reexami
nation proceeding, the merger of such proceedings
will be accomplished so as to preserve the third party
requester' s right to participate to the extent specifi
cally provided for in these regulations. In merged pro
ceedings involving different requesters, any paper
filed by one party in the merged proceeding shall be
served on all other parties of the merged proceeding.

[Added, 65 FR 76756,Dec. 7, 2000,effectiveFeb. 5,
2001]

REEXAMINATION CERTIFICATE
IN INTER PARTES REEXAMINATION

§ 1.997 Issuance of inter partes reexamination
certificate.

(a) Upon the conclusion of an inter partes reex
amination proceeding, the Commissioner will issue a
certificate in accordance with 35 U.S.c. 316 setting
forth the results of the inter partes reexamination pro
ceeding and the content of the patent following the
inter partes reexamination proceeding.

(b) A certificate will be issued in each patent in
which an inter partes reexamination proceeding has
been ordered under § 1.931. Any statutory disclaimer

filed by the patent owner will be made part of the cer
tificate.

(c) The certificate will be sent to the patent
owner at the address as provided for in § 1.33(c). A
copy of the certificate will also be sent to the third
party requester of the inter partes reexamination pro
ceeding.

(d) If a certificate has been issued which can
cels all of the claims of the patent, no further Office
proceedings will be conducted with that patent or any
reissue applications or any reexamination requests
relating thereto.

(e) If the inter partes reexamination proceeding
is terminated by the grant of a reissued patent as pro
vided in § 1.991, the reissued patent will constitute
the reexamination certificate required by this section
and 35 U.S.C. 316.

(f) A notice of the issuance of each certificate
under this section will be published in the Official
Gazette.

[Added, 65 FR 76756,Dec: 7, 2000,effectiveFeb. 5,
2001]

PART 3 - ASSIGNMENT, RECORDING
AND RIGHTS OF ASSIGNEE

Sec.
3.1 Definitions.

DOCUMENTS ELIGIBLE FOR RECORDING

3.11 Documents whichwill be recorded.

3.16 Assignability of trademarks prior to filing an
allegation of use.

REQUIREMENTS FOR RECORDING

3.21 Identification of patentsand patentapplications.
3.24 Requirements for documents and cover sheets

relating to patents and patent applications.

3.25 Recording requirements for trademark applications
and registrations.

3.26 Englishlanguagerequirement.
3.27 Mailingaddress for submitting documents to be

recorded.

3.28 Requests for recording.
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PATENT RULES §3.71

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

§ 3.58 Governmentalregisters.
(a) The Office will maintain a Departmental

Register to record governmental interests reqnired to
be recorded by Executive Order 9424. This Depart
mental Register will not be open to public inspection
but will be available for examination and inspection
by duly authorized representatives of the Govern
ment. Governmental interests recorded on the Depart
mental Register will be available for public inspection
as provided in § 1.12.

(b) The Office will maintain a Secret Register
to record governmental interests required to be
recorded by Executive Order 9424. Any instrnment to
be recorded will be placed on this Secret Register at
the request of the department or agency submitting
the same. No information will be given concerning
any instrnment in such record or register, and no
examination or inspection thereof or of the index
thereto will be permitted, except on the written
authority of the head of the department or agency
which submitted the instrnment and requested
secrecy, and the approval of such authority by the
Commissioner of Patents and Trademarks. No instrn
ment or record other than the one specified may be
examined, and the examination must take place in the
presence of a designated official of the Patent and
Trademark Office. When the department or agency
which submitted an instrnment no longer requires
secrecy with respect to that instrument, it must be
recorded anew in the DepartmentalRegister.

[Added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

DOMESTIC REPRESENTATIVE

§ 3.61 Domestic representative.
If the assignee of a trademark application or regis

tration is not domiciled in the United States, the
assignee must designate, in writing to the Office, a
domestic representative. An assignee of a patent
application or patent may designate a domestic repre
sentative if the assignee is not residing in the United
States. The designation shall state the name and
address of a person residing within the United States

on whom may be served process or notice of proceed
ings affecting the application, patent or registration or
rights thereunder.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

ACTION TAKEN BY ASSIGNEE

§ 3.71 Prosecutionby assignee.
(a) Patents ~ conducting of prosecution. One

or more assignees as defined in paragraph (b) of this
section may, after becoming of record pursuant to
paragraph (c) of this section, conduct prosecution of a
national patent application or a reexamination pro
ceeding to the exclusion of either the inventive entity,
or the assignee(s) previously entitled to conduct pros
ecution.

(b) Patents - assignee(s) who can prosecute.
The assignee(s) who may conduct either the prosecu
tion of a national application for patent or a reexami
nation proceeding are:

(I) A single assignee. An assignee of the
entire right, title' and interest in the application or
patent being reexamined who is of record, or

(2) Partial assignee(s) together or with
inventor(s). All partial assignees, or all partial assign
ees and inventors who have not assigned their right,
title and interest in the application or patent being
reexamined, who together own the entire right, title
and interest in the application or patent being reexam
ined. A partial assignee is any assignee of record hav
ing less than the entire right, title and interest in the
application or patent being reexamined.

(c) Patents - Becoming of record. An assignee
becomes of record either in a national patent applica
tion or a reexamination proceeding by filing a state
ment in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the
assignee.

(d) Trademarks. The assignee of a trademark
application or registration may prosecute a trademark
application, submit documents to maintain a trade
mark registration, or file papers against a third party
in reliance on the assignee's trademark application or
registration, to the exclusion of the Original applicant
or previous assignee. The assignee must establish
ownership in compliance with § 3.73(b).
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§ 3.21 MANUAL OF PATENT EXAMINING PROCEDURE

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 64 FR 48900, Sept. 8, 1999, effective Oct.
30, 1999]

REQUIREMENTS FOR RECORDING

§ 3.21 Identification of patents and patent appli
cations.

An assignment relating to a patent must identify the
patent by the patent number. An assignment relating
to a national patent application mnst identify the
national patent application by the application number
(consisting of the series code and the serial number,
e.g., 07/123,456). An assignment relating to an inter
national patent application which designates the
United States of America must identify the interna
tional application by the international application
number (e.g., PCTIUS90/01234). If an assignment of
a patent application filed under § 1.53(b) is execnted
concurrently with, or snbsequent to, the execution of
the patent application, but before the patent applica
tion is filed, it must identify the patent application by
its date of execution, name of each inventor-and title
of the invention so that there can be no mistake as to
the patent application intended. If an assignment of a
provisional application under § 1.53(c) is executed
before the provisional application is filed, it must
identify the provisional application by name of each
inventor and title of the invention so that there can be
no mistake as to the provisional application intended.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; amended, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 3.24 Requirements for documents and cover
sheets relating to patents and patent
appllcations,

The document and cover sheet must be legible.
Either the original document or a true copy of
the original document, may be submitted for record
ing. Only one side of each page shall be nsed. The
paper nsed shonld be flexible, strong white, non
shiny, durable, and preferably no larger than 21.6 x
33.1 em. (8 112 x 14 inches) with a 2.5 em. (one-inch)
margin on all sides.

[Added, 57 FR 29634, Jnly 6, 1992, effective Sept. 4,
1992; heading revised, 64 FR 48900, Sept. 8, 1999, effec
tive Oct.30, 1999]

§ 3.25 Recording requirements for trademark
applications and registrations.

(a) Documents affecting title. To record docu
ments affecting title to a trademark application or reg
istration, a legible cover sheet (see § 3.31) and one of
the following must be submitted:

(1) The original document;
(2) A copy of the document;
(3) A copy of an extract from the document

evidencing the effect on title; or
(4) A statement signed by both the party con

veying the interest and the party receiving the interest
explaining how the conveyance affects title.

(b) Name changes. Only a legible cover sheet is
required (See § 3.31).

(c) All documents. All documents submitted to
the Office should be on white and non-shiny paper
that is no larger than 8 112 x 14 inches (21.6 x 33.1
em.) with a one-inch (2.5 em) margin on all sides.
Only one side of each page should be used.

[Added, 64 FR48900, Sept. 8, 1999, effective Oct.30,
1999]

§ 3.26 English language requirement.
The Office will accept and record non-English lan

guage documents only if accompanied by an English
translation signed by the individual making the trans
lation.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 3.27 Mailing address for submitting docu
ments to be recorded.

Documents and cover sheets to be recorded should
be addressed to the Commissioner, United States
Patent and Trademark Office, Box Assignment,
Washington, D.C. 20231, unless they are filed
together with new applications or with a request under
§ 3.81.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
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PATENT RULES § 4.3

§ 3.85 Issue of registration to assignee.
The certificate of registration may be issued to the

assignee of the applicant, or in a new name of the
applicant, provided that the party files a written
request in the trademark application by the time the
application is being prepared for issnance of the cer
tificate of registration, and the appropriate document
is recorded in the Office. If the assignment or name
change document has not been recorded in the Office,
then the written request must state that the document
has been filed for recordation. The address of the
assignee must be made of record in the application
file.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

PART 4 - COMPLAINTS REGARDING
INVENTION PROMOTERS

Sec.
4.1 Complaints Regarding Invention Promoters.
4.2 Definitions.
4.3 Submitting Complaints.
4.4 Invention Promoter Reply.
4.5 Notice by Publication.
4.6 Attorneys and Agents

§4.1 Complaints Regarding Invention Pro
moters

These regulations govern the Patent and Trademark
Office's (Office) responsibilities under the Inventors'
Rights Act of 1999, which can be found in the U.S.
Code at 35 U.S.C. 297. The Act requires the Office to
provide a forum for the publication of complaints
concerning invention promoters. The Office will not
conduct any independent investigation of the inven
tion promoter. Although the Act provides additional
civil remedies for persons injured by invention pro
moters, those remedies must be pursued by the injured
party without the involvement of the Office.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 4.2 Definitions.
(a) Invention Promoter means any person, firm,

partnership, corporation, or other entity who offers to
perform or performs invention promotion services for,

or on behalf of, a customer, and who holds itself out
through advertising in any mass media as providing
such services, but does not include--

(1) Any department or agency of the Federal
Government or of a State or local government;

(2) Any nonprofit, charitable, scientific, or
educational organization qualified under. applicable
State law or described under section 170(b)(1)(A) of
the Internal Revenue Code of 1986;

(3) Any person or entity involved in the eval
uation to determine commercial potential of, or offer
ing to license or sell, a utility patent or a previously
filed nonprovisional utility patent application;

(4) Any party participating in a transaction
involving the sale of the stock or assets of a business;
or

(5) Any party who directly engages in the
business of retail sales of products or the distribution
of products.

(b) Customer means any individual who enters
into a contract with an invention promoter for inven
tion promotion services.

(c) Contract for Invention Promotion Services
means a contract by which an invention promoter
undertakes invention promotion services for a cus
tomer.

(d) Invention Promotion Services means the
procurement or attempted procurement for a customer
of a firm, corporation, or other entity to develop and
market products or services that include the invention
of the customer.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 4.3 Submitting Complaints
(a) A .person may submit a complaint concern

ing an invention promoter with the Office. A person
submitting a complaint should understand that the
complaint may be forwarded to the invention pro
moter and may become publicly available. The Office
will not accept any complaint that requests that it be
kept confidential.

(b) A complaint must be clearly marked, or oth
erwise identified, as a complaint under these rules.
The complaint must include:

(1) The name and address of the complain-
ant;
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§3.34 MANUAL OF PATENT EXAMINING PROCEDURE

§ 3.34 Correction of cover sheet errors.
(a) An error in a cover sheet recorded pursuant

to § 3.11 will be corrected only if:
(I) The error is apparent when the cover

sheet is compared with the recorded document to
which it pertains and

(2) A corrected cover sheet is filed for recor
dation.

(b) The corrected cover sheet must be accompa
nied by the originally recorded document or a copy of
the originally recorded document and by the recording
fee as set forth in § 3.41.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

FEES

§ 3.41 Recording fees.
(a) All requests to record documents must be

accompanied by the appropriate fee. Except as pro
vided in paragraph (b) of this section, a fee is required
for each application, patent and registration against
which the document is recorded as identified in the
cover sheet. The recording fee is set in § 1.21(h) of
lhis chapter for patents and in § 2.6(b)(6) of this chap
ter for trademarks.

(b) No fee is required for each patent applica
tion and patent against which a document required by
Executive Order 9424 is to be filed if:

(I) The document does not affect title and is
so identified in the cover sheet (see § 3.31(c)(2»; and

(2) The document and cover sheet are mailed
to the Office in compliance with § 3.27(b).

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
I, 1997; para. (a) amended, 63 FR 48081, Sept. 9, 1998,
effective October 9, 1998; para. (a) corrected, 63 FR
52158, Sept. 10,1998]

DATE AND EFFECT OF RECORDING

§ 3.51 Recording date.
The date of recording of a document is the date the

document meeting the requirements for recording set
forth in this part is filed in the Office. A document
which does not comply with the identification
requirements of § 3.21 will not be recorded. Docu-

ments not meeting the other requirements for record
ing, for example, a document submitted without a
completed cover sheet or without the required fee,
will be returned for correction to the sender where a
correspondence address is available. The returned
papers, stamped with the original date of receipt by
the Office, will be accompanied by a letter which will
indicate that if the returned papers are corrected and
resubmitted to the Office wilhin the time specified in
the letter, the Office will consider the original date of
filing of the papers as the date of recording of the doc
ument. The procedure set forth in § 1.8 or § 1.10 of
this chapter may be used for resubmissions of
returned papers to have the benefit of the date of
deposit in the United States Postal Service. If the
returned papers are not corrected and resubmitted
within the specified period, the date of filing of the
corrected papers will be considered to be the date of
recording of the document. The specified period to
resubmit the returned papers will not be extended.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
I, 1997]

§ 3.54 Effect of recording.

The recording of a document pursuant to § 3.11 is
not a determination by the Office of the validity of the
document or the effect that document has on the title
to an application, a patent, or a registration. When
necessary, the Office will determine what effect a doc
ument has, including whether a party has the authority
to take an action in a matter pending before the
Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

§ 3.56 Conditional assignments.

Assignments which are made conditional on the
performance of certain acts or events, such as the pay
ment of money or other condition subsequent, if
recorded in the Office, are regarded as absolute
assignments for Office purposes until cancelled with
the written consent of all parties or by the decree of a
court of competent jurisdiction. The Office does not
determine whether such conditions have been ful
filled.
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PATENTRULES § 5.1

5.3 Prosecution of applicationunder secrecyorders;
withholding patent.

S.4 Petition for rescission of secrecy order.
5.5 Permit to disclose or modification of secrecyorder.
5.6 [Reserved]
5.7 [Reserved]
5.8 [Reserved]

LICENSES FOR FOREIGN
EXPORTING AND FILING

5.11 Licensefor filing in a foreigncountryan application
on an inventionmade in the United States or for
transmitting internationalapplication.

5.12 Petitionfor license.
5.13 Petitionfor license; no corresponding application.
5.14 Petitionfor license; corresponding U.S. application.
5.15 Scope of license.
5.16 [Reserved]
5.17 [Reserved]
5.18 Arms, ammunition, and implements of war.
5.19 Export of technicaldata.
5.20 Exportof technicaldata relatingto sensitivenuclear

technology.
5.25 Petitionfor retroactivelicense.

GENERAL

5.31 [Reserved]
5.32 [Reserved]
5.33 [Reserved]

§ 5.1 Applications and correspondence involv
ing national security.

(a) All correspondence in connection with this
part, including petitions, should be addressed to
"Commissioner for Patents (Attention Licensing and
Review), Washington, D.C. 20231."

(b) Application as used in this part inclndes
provisional applications filed under 35 U.S.c. 111(b)
(§ 1.9(a)(2) of this chapter), nonprovisional applica
tions filed tinder 35 U.S.C. 111(a) or entering the
national stage from an international application after
compliance with 35U.S.C. 371(§ 1.9(a)(3», or inter
national applications filed under the Patent Coopera
tion Treaty prior to entering the national stage of
processing (§ 1.9(b».

(c) Patent applications and documents relating
thereto that are national security classified (see §
1.9(1) of this chapter) and contain authorized national
security markings (e.g., "Confidential," "Secret" or
"Top Secret") are accepted by the Office. National
security classified documents filed in the Office must
be either hand-carried to Licensing and Review or
mailed to the Office in compliance with paragraph (a)
of this section.

(d) The applicant in a national security classi
fied patent application must obtain a secrecy order
pursnant to§ 5.2(a). If a national security classified
patent application is filed without a notification pur
suant to § 5.2(a), the Office will set a time period
within which either the application must be declassi
fied, or the application must be placed under a secrecy
order pursuant to § 5'.2(a), orthe applicant must sub
mit evidence of a good faith effort to obtain a secrecy
order pursuant to § 5.2(a) from the relevant depart
ment or agency in order to prevent abandonment of
the application. If evidence of a good faith effort to
obtain a. secrecy order pursuant to § 5.2(a) from the
relevant department or agency is submitted by the
applicant within the time period set by the Office, but
the application has not been declassified or placed
under a secrecy order pursuant to § 5.2(a), the Office
will again set a time period within which either the
application must be declassified, or the application
must be placed under a secrecy order pursuant to
§ 5.2(a), or the applicant must submit evidence of a
good faith effort to again obtain a secrecy order pursu
ant to § 5.2(a) from the relevant department or agency
in order to prevent abandonment of the application.

(e) An application will not be published under
§ 1.211 of this chapter or allowed under § 1.311 of
this chapter if publication or disclosure of the applica
tion would be detrimental to national security. An
application under national security review will not be
published at least until six months from its filing date
or three months from the date the application was
referred to a defense agency, whichever is later. A
national security classified patent application will not
be published under § 1.211 of this chapter or allowed
under § 1.311 of thischapter until the application is
declassified and any secrecy order under § 5.2(a) has
been rescinded.
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§3.73 MANUAL OF PATENT EXAMINING PROCEDURE

[Added, 5TFR 29634, July 6, 1992,effectiveSept. 4,
1992; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7,2000]

§ 3.73 Establishing right of assignee to take
action.

(a) The inventor is presumed tobe the owner of
a patent application, and any patent that may issue
therefrom, unless there is an assignment. The original
applicant is presumed to be the owner Of atradern.ark
application or registration, unless there is an assign
ment.

(b)(I) In order to request or take action in a
patent or trademark matter, the assignee must estab
lish its ownership of the patent or trademark property
of paragraph (a) of this section to the satisfaction of
the Commissioner. The establishment of ownership
by the assignee may be combined with the paper that
requests or takes the action. Ownership is established
by submitting to the Office a signed statement identi
fying the assignee, accompanied by either:

(i) Documentary evidence of a chain of
title from the original owner to the assignee (e.g.,
copy of an executed assignment). The documents sub
mitted to establish ownership may be required to be
recorded pursuant to § 3.11 in the assignment records
of the Office as a condition to permitting the assignee
totake action in a matter pending before the Office; or

(ii) A statement specifying' where docu
mentary evidence of a chain of title from the original
owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).

(2) The submission establishing ownership
must show that the person signing the submission is a
person authorized to act on behalf of the assignee by:

(i) Including a statementthat the person
signing the submission is. authorized to acton behalf
of the assignee; or

(ii) Being. signed by a person having
apparent authority to sign on behalf of the assignee,
e.g., an officer of the assignee.

(c) For patent matters only:
(I) Establishment of ownership by the

assignee must be submitted prior to, or. at the same
time as, the paper requesting or taking action is sub
mitted.

(2) If the submission under this section is by
an assignee of less than the entire right, title and inter-

est, such assignee must indicate the extent (by per
centage) of its ownership interest, or the Office may
refuse to accept the submission as an establishment of
ownership.

[Added, 57 FR 29634, July 6, 1992, effectiveSept. 4,
1992; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effec
tive. Dec. I, 1997; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000] .

ISSUANCE TO ASSIGNEE

§ 3.81 Issue of patent to assignee.
(a) With payment of the issue fee: An applica

tion rn.ay issue in thenarn.e(s) of the assignee(s) con
sistent with the application's assignment where a
request for such issuance is submitted with payment
of the issue fee,provided the assignment has been
previously recorded in the Office. If the assignment
has not been previously recorded, the request should
be accompanied by the assignment and either a direc
tion to record the assignment in the Office pursuant to
§ 3.28, or a statementunder § 3.73(b).

(b) After payment of the issue fee: An applica
tion may issue in the name(s) of the assignee(s) con
sistent with the application's assignment where a
request for such issuance along With the processing
fee set forth in § Ll7(i) of this chapter is submitted
after the date of payment of the issue fee, but prior to
issuance of the patent, provided' the assignment has
been previously recorded in the Office. If the assign
ment has not been previously recorded, the request
should be accompanied by the assignment and either a
direction to record the assignment in the Office pursu
ant to § 3.28, or a statement under § 3.73(b).

(c) Partial assignees.
(I) If one or more assignee(s) together with

one or more inventor(s) hold the entire right, title, and
interest in the application, the patent may issue in the
names of the assignee(s) and the inventor(s).

(2) If multiple assignees hold the entire right,
title, and interest to the exclusion of all the inventors,
the patent may issue in the names of the multiple
assignees.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; amended, 60 FR 20195,Apr. 25, 1995, effective June
8, 1995; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000]
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PATENT RULES §5.11

complete data as to such publications or patents and
should be accompanied by copies thereof.

(c) The petition must identify any contract
between the Government and any of the principals
under which the subject matter of the application or
any significant part thereof was developed or to which
the subject matter is otherwise related. If there is no
such contract, the petition must so state.

(d) Appeal to the Secretary of Commerce, as
provided by 35 U.S.c. 181, from a secrecy order can
not be taken until after a petition for rescission of the
secrecy order has been made and denied. Appealmust
be taken within sixty days from the date of the denial,
and the party appealing, as well as the department or
agency which caused the order to be issued, will be
notified of the time and place of hearing.

[24 FR 10381, Dec. 22, 1959; paras. (a) and (d)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 5.5 Permit to disclose or modification of
secrecy order.

(a) Consent to disclosure, or to the filing of an
application abroad, as provided in 35 U.S.C. 182,
shall be made by a "permit" or "modification" of the
secrecy order.

(b) Petitions for a permit or modification must
fully recite the reason or purpose for the proposed dis
closure. Where any proposed disclose is known to be
cleared by a defense agency to receive classified
information, adequate explanation of such clearance
should be made in the petition including the name of
the agency or department granting the clearance and
the date and degree thereof. The petition must be filed
in duplicate.

(c) In a petition for modification of a secrecy
order to permit filing abroad, all countries in which it
is proposed to file must be made known, as well as all
attorneys, agents and others to whom the material will
be consigned prior to being lodged in the foreign
patent office. The petition should include a statement
vouching for the loyalty and integrity of the proposed
disclosees and where their clearance status in this or
the foreign country is known all details should be
given.

(d) Consent to the disclosure of subject matter
from one application under secrecy order may be
deemed to be consent to the disclosure of common

subject matter in other applications under secrecy
order so long as the subject matter is not taken out of
context in a manner disclosing material beyond the
modification granted in the first application.

(e) Organizations requiring consent for disclo
sure of applications under secrecy order to persons or
organizations in connection with repeated routine
operation may petition for such consent in the form of
a general permit. To be successful such petitions must
ordinarily recite the security. clearance status of the
disclosees as sufficient for the highest classification of
material that may be involved.

[24 FR 10381, Dec. 22, 1959; paras. (b) and (e)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 5.6 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 5.7 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 5.8 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

LICENSES FOR FOREIGN EXPORTING
AND FILING

§ 5.11 License for filing in a foreign country an
application on an invention made in the
United States or for transmitting interna
tional application.

(a) A license from the Commissioner of Patents
and Trademarks under 35 U.S.C. 184 is required
before filing any application for patent including any
modifications, amendments, or supplements thereto or
divisions thereof or for the registration of a utility
model, industrial design, or model, in a foreign patent
office or any foreign patent agency or any interna
tional agency other than the United States Receiving
Office, if the invention was made in the United States
and:
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§4.4 MANUAL OF PATENT EXAMINING PROCEDURE

(2) The name and address of the invention
promoter;

(3) The name of the customer;
(4) The invention promotion services offered

or performed by the invention promoter;
(5) The name of the mass media in which the

invention promoter advertised providing such ser-
vices;

(6) An explanation of the relationship
between the customer and the invention promoter, and

(7) A signature of the complainant.
(c) The complaint should fairly summarize the

action of the invention promoter about which the per
son complains. Additionally, the complaint should
include names and addresses of persons believed to be
associated with the invention promoter. Complaints,
and any replies, must be addressed to Office of Inde
pendent Inventor Programs, U.S. Patent and Trade
mark Office, Washington, DC 20231.

(d) Complaints that do not provide the informa
tion requested in paragraphs (b) and (c) of this section
will be returned. If complainant's address is not pro
vided, the complaint will be destroyed.

(e) No originals of documents should be
included withthe complaint.

(f) A complaint can be withdrawn by the com
plainant or the named customer at anytime prior to its
publication.

§ 4.4 Invention Promoter Reply.
(a) If a submission appears to meet the require

ments of a complaint, the invention promoter named
in the complaint will be notified of the complaint and
given 30 days to respond. The invention promoter's
response will be made available to the public along
with the complaint. If the invention promoter fails to
reply within the 3D-day time period set by the Office,
the complaint will be made available to the public.
Replies sent after the complaint is made available to
the public will also be published.

(b) A response must be clearly marked, or oth
erwise identified, as a response by an invention pro
moter. The response must contain:

(1) The name and address of the invention
promoter;

(2) A reference to a complaint forwarded to
the invention promoter or a complaint previously pub
lished;

(3) The name of the individual signing the
response; and

(4) The title or authority of the individual
signing the response.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 4.5 Notice by Publication.
If the copy of the complaint that is mailed to the

invention promoter is returned undelivered, then the
Office will publish a Notice of Complaint Received in
the Official Gazette, the Federal Register, or on the
Office's Internet home page. The invention promoter
will be given 30 days from such notice to submit a
reply to the complaint. If the Office does not receive a
reply from the invention promoter within 30 days, the
complaint alone will become publicly available.

[Added, 65 FR3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 4.6 Attorneys and Agents.
Complaints against registered patent attorneys and

agents will not be treated under this section, unless a
complaint fairly demonstrates that invention promo
tion services are involved. Persons having complaints
about registered patent attorneys or agents should
contact the Office of Enrollment and Discipline at the
U.S. Patent and Trademark Office, Box OED, Wash
ington, DC 20231, and the attorney discipline section
of the attorney's state licensing bar if an attorney is
involved.

[Added, 65 FR 3127, Jan.20,2000, effective Jan.28,
2000]

PART 5 - SECRECY OF CERTAIN
INVENTIONS AND LICENSES TO

EXPORT AND FILE APPLICATIONS IN
FOREIGN COUNTRIES

SECRECY

Sec.
5.1 Applications andcorrespondence involving national

security.
5.2 Secrecy order.
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PATENT RULES §5.15

[48 FR 2714, Jan. 20, 1983; amended 49 FR 13462,
Apr. 4, 1984; para. (b) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. I, 1997; para. (b) revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000]

§ 5.13 Petition for license; no corresponding
application.

If no corresponding national or international appli
cation has been filed in the United States, the petition
for license under § 5.12(b) must also be accompanied
by a legible copy of the material upon which a license
is desired. This copy will be retained as a measure of
the license granted.

[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4,
1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 5.14 Petition for license; corresponding U.S.
application.

(a) When there is a corresponding United States
application on file, a petition for license under
§ 5.12(b) must also identify this application by appli
cation number, filing date, inventor, and title, but
a copy of the material upon which the license is
desired is not required. The subject matter licensed
will be measured by the disclosure of the United
States application.

(b) Two or more United States applications
should not be referred to in the same petition for
license unless they are to be combined in the foreign
or international application, in which event the peti
tion should so state and the identification of each
United States application should be in separate para
graphs.

(c) Where the application to be filed or
exported abroad contains matter not disclosed in the
United States application or applications, including
the case where the combining of two or more United
States applications introduces subject matter not dis
closed in any of them, a copy of the application as it is
to be filed in the foreign country or international
application which is to be transmitted to a foreign
international or national agency for filing in the
Receiving Office, must be furnished with the petition.
If however, all new matter in the foreign or interna
tional application to be filed is readily identifiable, the
new matter may be submitted in detail and the

remainder by reference to the pertinent United States
application or applications.

[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4,
1984; para. (a) revised, 62 FR 53131,Oct. 10, 1997, effec
tive Dec. I, 1997]

§ 5.15 Scope oflicense.

(a) Applications or other materials reviewed
pursuant to §§ 5.12 through 5.14, which were not
required to be made available for inspection by
defense agencies under 35 U.S.C. 181, will be eligible
for a license of the scope provided in this paragraph.
This license permits subsequent modifications,
amendments, and supplements containing additional
subject matter to, or divisions of, a foreign patent
application, if such changes to the application do not
alter the general nature of the invention in a manner
which would require the United States application to
have been made available for inspection under
35 U.S.c. 181. Grant of this license authorizing the
export and filing of an application in a foreign country
or the transmitting of an international application to
any foreign patent agency or international patent
agency when the subject matter of the foreign or inter
national application corresponds to that of the domes
tic application. This license includes authority:

(I) To export and file all duplicate and for
mal application papers in foreign countries or with
international agencies;

(2) To make amendments, modifications, and
supplements, including divisions, changes or support
ing matter consisting of the illustration, exemplifica
tion, comparison, or explanation of subject matter
disclosed in the application; and

(3) To take any action in the prosecution of
the foreign or international application provided that
the adding of subject matter or taking of any action
under paragraphs (a)(I) or (2) of this section does not
change the general nature of the invention disclosed
in the application in a manner which would require
such application to have been made available for
inspection under 35 U.S.c. 181 by including techuical
data pertaining to:

(i) Defense services or articles designated
in the United States Munitions List applicable at the
time of foreign filing, the unlicensed exportation of
which is prohibited pursuant to the Arms Export Con-
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§ 5.2 MANUAL OF PATENT EXAMINING PROCEDURE

(f) Applications on inventions made outside the
United States and on inventions in which a U.S.Gov
ernment defense agency has. a property interest will
not be made available to defense agencies.

[43 FR20470, May 11, 1978; revised, 62 FR 53131,
Oct." 10,1997, effective Dec. 1, 1997; revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (e)
revised, 65.FR 57024, Sept. 20, 2000, effective Nov. 29,
2000]

§ 5.2 . Secrecy order.
(a) When notified by the chief officer .of a

defense agency that publication or disclosure of the
invention by the granting of a patent would be detri
mental to the. national security, an order that the
invention be kept secret will be issued by the Com
missioner ofPatents and Trademarks.

(b) Any request for compensation as provided
in 35 U.S.C. 183 must not be made to the Patent and
Trademark Office, but directly to the department or
agellcy which caused the secrecy order to be issued.

(c) All application disclosing any significant
part of the subject matter of an application under a
secrecy order pursuanttoparagraph (a) of this section
also falls within the scope of such secrecy order. Arty
such application thatIs pending before the Office
must be promptly brought to the attention of Licens
ing and Review, unless such application is itself under
a secrecy order pursuant to paragraph (a) ofthis sec
tion. Any subsequently filed application containing
any significant part of the subject matter of an appli
cation under a secrecy order pursuant to paragraph (a)
of this section must either be hand-carried to Licens
ing and Review or mailed to the Office in compliance
with § 5.1(a).

[24FR 10381, Dec. 22, 1959; para. (b)revised,paras.
(c) and (d) removed, 62 FR 53131,Oct.lO, 1997, effective
Dec. 1;1997; para. (c) added, 65 FR 54604,Sept. 8, 2000,
effective Nov, 7, 2000]

§5.3 Prosecution of application under secrecy
orders; withholding patent.

Unless specifically ordered otherwise, action on the
application by the Office and prosecution by the
applicant will proceed during the time an application
is under secrecy order to the point indicated in this
section:

(a) National applications under secrecy order
which come to a final rejection must be appealed or
otherwise prosecuted to avoid abandonment. Appeals
in such cases must be completed by the applicant but
unless otherwise specifically ordered by the Commis
sioner will not be set for hearing until the secrecy
order is removed.

(b) An interference will not be declared involv
ing national applications under secrecy order. How
ever, if an applicant whose application is under
secrecy order seeks to provoke an interference with an
issued patent, a notice of that fact will be placed in the
file wrapper of the patent. (See § 1.607(d)).

(c) When the national application is found to be
in condition for allowance except for the secrecy
order the applicant and the agency which caused the
secrecy order to be issued will be notified. This notice
(which is not a notice of allowance under § 1.311 of
this chapter) does not reqnire reply by the applicant
and places the national application in a condition of
suspension until the secrecy order is removed. When
the secrecy order is removed the Patent and Trade
mark Office will issue a notice of allowance nnder
§ 1.311 of this chapter, or take such other action as
may then be warranted.

(d) International' applications under secrecy
order will not be mailed, delivered, or otherwise
transmitted to the international authorities or the
applicant. International applications under secrecy
order will be processed up to the point where, if it
were not for the secrecy order, record and search cop
ies would be transmitted to the international authori
ties or the applicant.

[43 FR 20470, May 11, 1978; amended 43 FR 28479,
June 30, 1978: para. (b) amended 53 FR 23736, June 23,
1988, effective Sept. 12, 1988: para. (c) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.4 Petition for rescission of secrecy order.
(a) A petition for rescission or removal of a

secrecy order may be filed by, or on behalf of, any
principal affected thereby. Such petition may be in let
ter form, and it must be in duplicate.

(b) The petition must recite any and all facts
that purport to render the order ineffectual or futile if
this is the basis of the petition. When prior publica
tions or patents are alleged the petition must give
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is subject to the International Traffic in Arms Regula
tions of the Department of State (22 CPR parts 120
through 130); the articles designated as arms, amniu
nitions, and implements of war are enumerated in the
U.S. Munitions List (22 CFR part 121). However, if a
patent applicant complies with regulations issued by
the Commissioner of Patents and Trademarks under
35 U.S.c. 184, no separate approval from the Depart
ment of State is required unless the applicant seeks to
export technical data exceeding that used to support a
patent application in a foreign country. This exemp
tion from Department of State regulations is applica
ble . regardless of whether a license from the
Commissioner is required by the provisions of §§ 5.11
and 5.12 (22 CPR part 125).

(b) When a patent application containing sub
ject matter on the Munitions List (22 CPR part 121) is
subject to a secrecy order under § 5.2 and a petition is
made under § 5.5 for a modification of the secrecy
order to permit filing abroad, a separate request to the
Department of State for authority to export classified
information is not required (22 CPR part 125).

[35 FR 6430., Apr. 22, 1970; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.19 Export of technical data.

(a) Under regulations (15 CFR 770. lOG»
established by the Department of Commerce, a
license is not required in any case to file a patent
application or part thereof in a foreign country if the
foreign filing is in accordance with the regulations
(§§ 5.11 through 5.25) of the Patent and Trademark
Office.

(b) An export license is not required for data
contained in a patent application prepared wholly
from foreign-origin techrtical data where such appli
cation is being sent to the foreign inventor to be exe
cuted and returned to the United States for subsequent
filing in the U.S. Patent and Trademark Office
(15 CFR 779A.3(e».

[45 FR 72654, Nov. 3, 1980; para. (a) revised, 58 FR
54504,Oct. 22,1993, effective Jan. 3, 1994; revised, 62 FR
53131, Oct. 10, 1997,effective Dec. 1,1997]

§ 5.20 Export of technical data relating to sensi
tive nuclear technology.

Under regulations (10 CFR 810.7) established by
the United States Department of Energy, anapplica
tion filed in accordance with theregulations(§§ 5.11
through 5.25) of the Patent and Trademark Office and
eligible for foreign filing under 35 U.S.C. 184, is con
sidered to be information available to the public in
published form and a generally authorized activity for
the purposes of the Department of Energy regulations.

[49 FR 13463, Apr. 4, 1984; revised, 62 FR 53131,
Oct. 10, 1997, effectiveDec. 1, 1997]

§ 5.25 Petition for retroactive license.
(a) A petition for retroactive license under

35 U.S.C. 184 shall be presented in accordance with
§ 5.13 or § 5.14(a), and shall include:

(1) A listing of each of the foreign countries
in which the unlicensed patent application material
was filed,

(2) The dates on which the material was filed
in each country,

(3) A verified statement (oath or declaration)
containing:

(i) An averment that the subject matter in
question was not under a secrecy order at the time it
was filed abroad, and that it is not currently under a
secrecy order,

(ii) A showing that the license has been
diligently sought after discovery of the proscribed for
eign filing, and

(iii) An explanation of why the material
was filed abroad through error and without deceptive
intent without the required license under § 5.11 first
having been obtained, and

(4) The required fee (§ 1.17(h».
The above explanation must include a showing of

facts rather than a mere allegation of action through
error and without deceptive intent. The showing of
facts as to the nature of the error should include state
ments by those persons having personal knowledge of
the acts regarding filing in a foreign country and
should be accompanied by copies of any necessary
supporting documents such as letters of transmittal or
instructions for filing. The acts which are alleged to
constitute error without deceptive intent should cover
the period leading up to and including each of the pro
scribed foreign filings.
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(1) An application on the invention has been
filed in the United States less than six months prior to
the date on which the application is to be filed, or

(2) No application on the invention has been
filed in the United States.

(b) The license from the Commissioner ofPat
ents and Trademarks referred to ill Paragraph (a)
would also authorize the export of techuical data
abroad for purposes relating to the preparation, filing
or possible filing and prosecution of a foreign patent
application without separately complying with the
regulations contained in 22 CPR parts 121 through
130 (International Traffic in Arms Regulations of the
Department of State), 15 CFR part 779 (Regulations
of the Office of Export Administration, International
Trade Administration, Department of Commerce) and
10 CFR part 810 (Foreign Atomic Energy Programs
of the Department of Energy).

(c) Where technical data in the form of a patent
application, or in any form, is being exported for pur
poses related to the preparation, filing or possible fil
ing and prosecution' of a foreign patent application,
without the license from the Commissioner of Patents
and Trademarks referred to in paragraphs (a) or (b) of
this section, or on an invention not made in the United
States, the export regulations contained in 22 CPR
parts 120 through 130 (International Traffic in Arms
Regulations of the Department of State), 15 CFRparts
768-799 (Export Administration Regulations of the
Department of Commerce) and 10 CPR part 810
(Assistance to Foreign Atomic Energy Activities Reg
ulations of the Department of Energy) must be com
plied with unless a license is not required because a
United States application was on file at the time of
export forat least six months without a secrecy order
under § 5.2 being placed thereon.The term "exported"
means export as it is defined in 22 CFR part 120,
15 CFR part 779 and activities covered by 10 CFR
part 810.

(d) If a secrecy order has been issued under
§5.2, an application cannot be exported to, or filed in,
a foreign country (including an international agency
in a foreign country), except in accordance with § 5.5.

(e) No license pursuant to paragraph (a) of this
section is required:

(1) If the invention was not made in the
United States, or

(2) Ifthe corresponding United States appli
cation is not subject to a secrecy order under § 5.2,
and was filed at least six months prior to the date on
which the application is filed in a foreign country, or

(3) For subsequent modifications, amend
ments and supplements containing additional subject
matterto, or divisions of, a foreign patent application
if:

(i) A license is not, or was not, required
under paragraph (e)(2) of this section for the foreign
patent applifation;

(ii) The corresponding United States appli
cation was 110t required to be made available for
inspection under 35 U.S.C. 181; and

(iii) Such modifications, amendments, and
supplements do not, or did not, change the general
nature of the invention in a manner which would
require any corresponding United States application
to be or have been available for inspection under
35 U.S.C. 181.

(f) A license pursuant to paragraph (a) of this
section can berevoked at any time upon written noti
fication by the Patent and Trademark Office. An
authorization to file a foreign patent application
resulting from the passage of six months from the date
of filing of a United States patent application may be
revoked by the imposition of a secrecy order.

[49 FR 13461, Apr. 4, 1984; paras. (a) and (e), 56 FR
1924, Jan: 18, 1991, effective Feb. 19, 1991; paras. (b), (c),
and (e)(3) revised,62FR 53131, Oct. 10,1997, effective
Dec. 1, 1997]

§ 5.12 Petition for license.

(a) Filing of an application for patent for inven
tions made in the United States will be considered to
include a petition for license under 35 U.S.C. 184 for
the subject matter of the application. The filing receipt
will.indicate if a license is granted. If the initial auto
matic petition is not granted, a subsequent petition
may be filed under paragraph (b) of this section.

(b) A petition for license must include the fee
set forth in § 1.17(h) of this chapter, the petitioner's
address, and full instructions for delivery of the
requested license when it is to be delivered to other
than the petitioner. The petition should be presented in
letter form.
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Index I - RULES RELATING TO PATENTS

A
Abandoned applications:

Abandonment by failnre to reply 1.135
Abandonment dnring interference 1.662(a)
Abandonment for failnre to pay

issne fee 1.316
Express abandonment 1.138
Processing and retention fee 1.21(I)
Referred to in issned patents . . . . . . . . . . . . . . .. 1.14
Revival of 1.137
When open to pnblic inspection . . . . . . . . . . . .. 1.14

Abandonment of application. (See
Abandoned applications.)

Abstract of the disclosnre . . . . . . . . . . . 1.72, 1.77, 1.163
Access to pending applications (lintited) 1.14
Action by applicant. I.IlI - 1.138
Address for notice to Commissioner of

appeal to Fed. Cir. . . . . . . . . . . . . . . . . . . . . . . 1.302(c)
Address of applicant in oath/declaration 1.63
Address of Solicitor's Office l.I(a)
Address of the Patent and Trademark

Office 1.1
Box CPA 1.53(d)(9)
Box Interference . . . . . . . . . . . . . . . . . . . . . . . . 1.1(e)
Box M. Fee 1.1(d)
Box Patent Ext. 1.I(f)
Box PCT 1.I(b)
Box Provisional Patent Application l.I(i)
Box Reexarn . . . . . . . . . . . . . . . . . . . . 1.1(c)

Adjnstment of patent term. (see Patent term
adjustment.)

Administrator or executor, may make
application and receive patent 1.42, 1.64

Adntission to practice. (See Attorneys and
agents.)

Affidavit (See also Oath in patent application):
After appeal. . . . . . . . . . . . . . . . . . . . . . . .. . .. 1.195
To disqualify commonly owned patent or pub-

lished application as prior art . . . . . . . . . . . .. 1.130
Traversing rejections or objections 1.132

Agents. (See Attorneys and agents.)
Allowance and issue of patent:

Amendment after allowance . . . . . . . . . . . . . .. 1.312
Application abandoned for nonpayment

of issue fee 1.316
Deferral of issuance 1.314
Delayed payment of issue fee '.. 1.137
Delivery of patent ; . . . . . .. 1.315
Issuance of patent 1.314
Notice of allowance. . . . . . . . . . . . . . . . . . . . .. 1.31l

Patent to issue npon payment of
issuefee 1.31l,1.314

Patent to lapse if issue fee is not paid
in full 1.317

Reasons for 1.104
Withdrawal from issue 1.313

Allowed claims, rejection of by Board of
Patent Appeals and Interferences 1.196

Amendment:
Adding or substituting claims 1.121
After appeal 1.1l6
After decision on appeal, based on new

rejection of Board of Patent Appeals
and Interferences 1.196

After final action 1.1l6
Afterfinal action (transitional procedures) 1.129
After notice of allowance 1.312
Copying claim of another application

for interference 1.603
Copying claim of issued patent . . . . . .. 1.606, 1.607
Deletions and insertions 1.l21
Drawings 1.121
Manner of making 1.121
Not covered by original oath 1.67
Numbering of claims 1.126
Of amendments 1.121
Of claims 1.l21
Of disclosure 1.121
Of drawing 1.121
Of specification 1.121
Paper and writing 1.52
Petition from refusal to adntit. 1.127
Preliminary 1.115
Proposed during interference 1.615
Provisional application 1.53(c)
Reexamination proceedings 1.121(i), 1.530, 1.941
Reissue 1.121(h), 1.173
Requisites of. 1.33, 1.1l1, 1.1l6, 1.l21, 1.125
Right to amend 1.1l1, 1.1l6, 1.127
Signature to 1.33
Substitute specification 1.125
Time for 1.134
To accompany motion to amend interference 1.633
To applications in interference 1.633
To correct inaccuracies 1.121
To correspond to original drawing or

specification 1.l21
To preliminary statement in interference 1.628
To reissues 1.173
To save from abandonment. ; 1.135

Amino acid sequences. (See Nncleotide and/or
amino acid sequences.)
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§ 5.16 MANUAL OF PATENT EXAMINING PROCEDURE

trol Act. as amended, and 22 CPR parts 121 through
130; or

(ii) Restricted Data, sensitive nuclear tech
nology or technology useful in the production or utili
zation of special nuclear material or atomic energy,
dissemination of which is subject to restrictious of the
Atomic Energy Act of 1954, as amended, and the
Nuclear Non-Proliferation Act of 1978,· as imple
mented by the regulations for Unclassified Activities
iu Foreign Atomic Energy Programs, 10 CFR part
810, in effect at the time offoreign filing.

(b) Applications or other materials which were
required to be made available for inspection under
35 U.S.c. 181 will be eligible for a license of'the
scope provided in this paragraph. Grant of this license
authorizes the export and filing of an application ina
foreign country or the transmitting of an international
application to any foreign patent agency or interna
tional patent agency. Further, this license includes
authority to export and file all duplicate arid formal
papers in foreign countries or with foreign and inter
national patent agencies and to make amendtnents,
modifications, and supplements to, file divisions of,
andtakeanyactioll in the prosecution of the foreign
or international application, provided subject matter
additional to that covered by the licellse is not
involved.

(c) A license granted under § 5.12(b) pursuant
to§ 5.13 or § 5.14 shall have the scope indicated in
paragraph (a) of this section, if it is so specified in the
license. A petition, accompanied by the required fee
(§l.17(h», may also be filed to change a license hav
ing the scope indicated in paragraph (b) of this section
to a license having the scope indicated in paragraph
(a) of this section. No such petition will be granted if
the copy of the material filed pursuant to § 5.13 or any
corresponding United States application was required
to be made available for inspection under 35 U.S.c.
181. The chauge in the scope of a license will be
effective as of the date of the grant of the petition.

(d) In those cases in which no license is
required to file the foreign application or transmit the
international application, no license is required to file
papers in connection with the prosecution of the for.
eign or iuternational application not involving the dis
closure of additional subject matter.

(e) Any paper filed abroad or transmitted to an
international patent agency following the filing of a

foreign or international application which changes the
gelleral nature of the subject matter disclosed at the
timeof filing in a manner which would require such
application to have been made available for inspection
under 35 U.S.c. 181 or which involves the disclosure
ofsubject matter listed iuparagraphs (a)(3)(i) or (ii)
of this section must be separately licensed in the same
manner as a foreign or international application. Fur
ther, if no license has been granted under § 5.12(a) on
filing the corresponding United States application,
any paper filed abroad or with an international patent
agency which iuvolves the disclosure of additional
subject matter must be licensed in the same manner as
a foreign or international application.

(f) Licellses separately granted in connection
with two or more United States applications may be
exercised by combining or dividing the disclosures, as
desired, provided:

(1) Subject matter which changes the general
nature of the subject matter disclosed at the time of
filing or which involves subject matter listed in para
graphs (a)(3) (1) or (ii) of this section is not introduced
and,

(2) In the case where at least one of the
licenses was obtained under § 5.12(b), additional sub
ject matter isnotiutroduced.

(g) A license does not apply to acts done before
the license was granted. See § 5.25 for petitions for
retroactive licenses.

[49FR 13462, Apr. 4, 1984: paras. (a) - (c), (e) and (f),
56 FR 1924, Jan. 18,1991, effective Feb. 19, 1991; paras.
(a)-(c) and (e) revised, 62 FR 53131, Oct. 10, 1997, effec
tive Dec. 1, 1997]

§ 5.16 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1,1997]

§ 5.17 [Reserved]

[49 FR 13463, Apr. 4, 1984; removed andreserved,
62 FR 53131, Oct. 10,1997, effective Dec. 1,1997]

§ 5.18 Arms, ammunition, and implements of
war.

(a) The exportation of technical data relating to
arms, ammunition, and implements of war generally
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In an international application .......•... 1.421
National stage .....•.•.............. 1.497

Inconsistencies between application data
sheet and oath or declaration 1.76(d)

Joint inventors 1.45
Oath/declaration ' 1.63(a)(2)

Non-English language 1.52
Nonpublication request 1.213
Numbering of claims 1.126
Numbering of paragraphs 1.52, 1.125
Papers having filing date not to be retnrned .... 1.59
Parts filed separately . . . . . . . . . . . . . . . . . . . . .. 1.54
Parts of application desirably

filed together 1.54
Parts of complete application . . . . . .. 1.51
Processing fees .. . . . . . . . . . . . . . . . . . . . . . . . . 1.17
Provisional application 1.9,1.51,1.53
Publication of 1.211, 1.219
Published 1.9,1.215
Relating to atomic energy . . . . . . . . . . . . . . . . .. 1.14
Reservation for futore application not

permitted 1.79
Retention fee 1.53(f)
Secrecy order 5.1-5.5
Status information 1.14
Tables and formulas , 1.58
To contain but one invention unless

connected 1.141
To whom made ............•............. 1.51
Two or more by same party with

conflicting claims 1.78
Application number 1.5(a), 1.53, 1.54
Arbitration ,award filing 1.335
Arbitration in interference. . . . . . . . . . . . . . . . . . .. 1.690
Assignee:

. Correspondence held with assignee(s) of entire
interest 3.71,3.73

Establishing ownership 3.73(b)
May conduct prosecution of application 3.71,3.73
May make application on behalf of

inventor(s) 1.47(b)
May take action in interference. . . . . . . . . . . .. 1.643
Must consent to application for reissue

of patent. 1.171, 1.172
Partial assignee(s) 1.46, 3.71, 3.73, 3.81

Assignments andrecording:
Abstracts oftitle, fee for 1.19(b)
Conditional assignments 3.56
Cover sheet required , 3.28, 3.31
Corrections 3.34
Date of receipt is date of record 3.51
Definitions - , . .. 1.332

Effect of recording 3.54
~~ 1.2100
Formal requirements.........•......... 3.21-3.28
If recorded before payment of issue fee,

patent may issue to assignee 3.81
Mailiug address for submitting documents 3.27
Must be recorded in Patent and

Trademark Office to issue patent to assignee 3.81
Must identify patent or application 3.21
Orders for copies of 1.12
Patent may issue to assignee 3.81
Recording of assignments 3.11
Records open to public inspection 1.12
Requirements for recording 3.21-3.41
What will be accepted for recording 3.11

Atomic energy applications reported to
Department of Energy 1.14

Attorneys and agents:
Acting in representative capacity 1.33, 1.34
Assignment will not operate as a

revocation of power 1.36
Associate 1.34
Certificate of good standing 1.21(a)
Complaints 4.6
Fee on admission 1.21(a)
Office cannot aid in selection of. 1.31
Personal interviews with examiners 1.133
Power of attorney or authorization of agent 1.34
Power to inspect 1.14
Representative capacity 1.33, 1.34
Representing conflicting parties 1.613
Required to conduct business with decorum

and courtesy 1.3
Revocation of power. 1.36
Signature and certificate of attorney. . . . .. 1.4, 10.18
Withdrawal of 1.36, 1.613(d)

Authorization of agents. (See Attorneys and
agents.)

Award in arbitration 1.335

B
Balance in deposit account. 1.25
Basic filing fee 1.16
Benefit of earlier application 1.78
Bill in equity. (See Civil action.)
Biological material. (See Deposit of

biological material.)
Board of Patent Appeals and Interferences.

(See Appeal to Board of Patent Appeals
and Interferences.)

Box CPA 1.53(d)
Box PCT 1.1(b)
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(b) Ifa petition for a retroactive license is
denied. a time period of not less than thirty days shall
be set, during which the petition may be renewed.
Failure to renew the petition within the set time period
will result in a final denial of the petition. A final
denial of a petition stands unless a petition isfiled
under § 1.181 within two months of the date of the
denial. If the petition for a retroactive license is
denied with respect to the invention of a pending
application and no petition under § 1.181 has been
filed, a final rejection of the application under
35 U.S.C. 185 will be made.

[49FR 13463, Apr. 4, 1984; para. (a), 56 FR 1924, Jan.
18,1991, effective Feb. 19, 1991; para. (c)removed,62FR
53131, Oct. 10,1997, effective Dec. 1,1997]

GENERAL

§ 5.31 [Reserved]

August2001

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR
13463, Apr. 4, 1984; removed and reserved, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.32 [Reserved]

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR
13463, Apr. 4, 1984; removed and reserved, 62 FR 53131,
Oct. 10,.1997, effective Dec. 1, 1997]

§ 5.33 [Reserved]

[49 FR 13463,Apr. 4, 1984; amended, 61 FR 56439,
Nov. 1, 1996, effective Dec. 2, 1996; removed and
reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

PART 7 _. [RESERVED]

[Part 7 removed and reserved, 62 FR 53131, Oct. 10,
1997, effective Dec.1, 1997]
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Correspondence:
Address:

Change of correspondence address 1.33(a)
Established by the office if more than one is

specified 1.33(a)
Of the U.S. Patent and Trademark Office . . . .. 1.1

Business with the Office to be transacted by 1.2
Discourteous communications returned ., 1.3
Double, with differentparties in interest

not allowed . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.33
Duplicate copies of . . . . . . . . . . . . . . . . . . . . . . . . 1.4
Facsimile transmission 1.6(d)
Held with attorney or agent 1.33
Identification of application or patent in letter

relating to 1.5
Involving national security 5.1
May be held exclusively with assignee(s) of

entire interest 3.71
Nature of 1.4
Patent owners in reexamination 1.33(c)
Receipt of letters and papers 1.6
Rules for conducting in general. 1.1-1.8
Separate letter for each subject of inquiry 104
Signature requirement 1.4(d)
When no attorney or agent. ..........•...... 1.33
With attorney or agent after power or authori-

zation is filed. . . . . . . . . . . . . . . . . . . . . . .. . .. 1.33
Court of Appeals for the Federal Circuit,

appeal to. (See Appeal to Court of Appeals
for the Federal Circuit.)

Credit card payment 1.23
Cross-reference to related applications 1.76-1.78

D
Date of invention of subject matter of

individual claims 1.110
Day for taking any action or paying any fee

falling on Saturday, Sunday, or Federal
holiday . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 1.7

Death or insanity of inventor. 1.42, 1.43
Decision by the Board of Patent Appeals

and Interferences . . . . . . . . . . . . . . . . . . . . . . . .. 1.196
Action following decision 1.197

Declaration (See also Oath in patent application):
Foreign language 1.69
In lieu of oath " 1.68
In patent application 1.68

Deferral of examination 1.103
Definitions:

Federal holiday within the District of
Columbia 1.9

National and international applications ,. 1.9

National security classified , 1.9
Nonprofit organization 1.27
Person (for small entity purposes) . . . . . . . . . .. 1.27
Published application 1.9
Service of process 15 CFR Part 15
Small business concern 1.27
Small entity 1.27
Terms under Patent Cooperation Treaty 1.401
Testimony by employees 15 CFR Part 15a

Delivery of patent. 1.315
Deposit accounts 1.25

Fees 1.21(b)
Deposit of biological material:

Acceptable depository 1.803
Biological material 1.801
Examination procedures 1.809
Fumishing of samples 1.808
Need or opportunity to make a deposit. i .802
Replacement or supplemental deposit 1.805
Term of deposit. 1.806
Time of making original deposit. 1.804
Viability of deposit. 1.807

Deposit of computer program listings 1.52(e), 1.96
Depositions (See also Testimony in interferences): .

Certificate of officer to accompany 1.676
Formalities to be observed in preparing 1.677
Person before whom taken 1.674
To be sealed up, addressed, and forwarded
. to the Commissioner. 1.676
When transcript must be filed 1.678

Description ofinvention. (See Specification.)
Design Patent Applications:

Arrangement of application elements 1.154
Claim 1.153
Drawing 1.152
Expedited examination 1.155
Filing fee 1.16(f)
Issue fee 1.18(b)
Oath 1.153
Rules applicable 1.151
Title, description and claim 1.153

Determinationof requestfor ex parte
reexamination 1.515

Disclaimer, statutory:
During interference 1.662(a)
Fee 1.20(d)
Requirements of 1.321
Terminal 1.321

Disclosure, amendments to add new
matter not permitted 1.121

Disclosure document fee 1.21(c)
Discovery in interferences 1.672-1.679, 1.685, 1.687
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Appeals:
Civil Actions under 35 U.S.C. 145,

146, 306 1.303, 1.304
To the Board of Patent Appeals and
. Interferences:

Action following decision . . . . . . • .. . . . ... 1.197
Affidavits after appeal . . . . . . . . . . . . . . . . .. 1.195
Brief 1.192
Clarification of the record . . . . . . . . . . . . . .. 1.196
Decisiou by Board 1.196
Examiuer's answer 1.193
Fees 1.17
Hearing of. . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.194
New grounds for refusing a patent 1.196
Notice of appeal 1.191
Public inspection or publicatiou of

decisions 1.14
Reheariug 1.196,1.197
Reinstatement of appeal. . . . . . . . . . . . . . . .. 1.193
Rejection by Board 1.196
Reopening after decision 1.198
Reopening of prosecution after appeal •..... 1.193
Reply brief 1.193
What may be appealed 1.191
Who may appeal. . . . . . . . . . . . . . . . . . . . . .. 1.191

To Court of Appeals for the Federal Circuit:
Fee provided by rules of court 1.301
From Board of Patent Appeals aud

Interfereuces 1.301
Notice aud reasous of appeal 1.302
Time for filiug notice of appeal 1.302, 1.304

Applicaut for patent:
Actual inventor or inventors to make applica-

tion for pateut 1.41, 1.45
Assiguee ................•............. 1.47(b)
Change of (see Correctiou of inventorship)
Correspondence address 1.33
Daytime telephone number 1.33
Deceased or insane inventor 1.42, 1.43
Executor or administrator '" 1.42
In a coutiuued prosecution

application 1.53(b)(l), 1.53(d)(4)
In an iuternational application 1.421-1.425
Informed of application number 1.54
Iuveutorship in a provisional application .. 1.41(a)(2)
Mailiug address and residence of inventors

may be provided in oath/declaration or in
application data sheet , 1.63, 1.76

May be represeuted by an attorney or agent .... 1.31
Person making oath or declaration ....•...... 1.64
Personal attendance unnecessary .......•..... 1.2

August 2001

Required to conduct business with decorum
and courtesy 1.3

Required to report assistance received 1.4
Who may apply for a patent 1.41-1.48

Application Data sheet .............•.......... 1.76
Application for patent (See also Abandoned

applicatious, Claims, Drawing, Examination
of application, Provisional applications,
Publication of application, Published
applicatiou, Reissues, Specification):

Access to 1.14
Acknowledgmeut of filiug 1.54
Alteration after execution 1.52
Alteration before execution 1.52
Application number and filing date 1.54
Arrangement. 1.77
Compact disc submissions (see Electronic

documents)
Confidentiality ofapplications 1.14
Continuation ordivision, reexecution

not required 1.63
Contiuued prosecution application 1.53(d)

Filed by facsimile 1.6, 1.8
Copies of, furnished to applicants 1.59
Cross-references to related applications 1.78
Deceased or insane iuveutor 1.42, 1.43
Declaratiou 1.68
Duty of disclosure 1.56
Examined ouly when complete 1.53
Filed by other than

inventor. 1.42, 1.43, 1.47, 1.64, 1.425
Filing date 1.53
Filing requirements 1.53
Foreign language oath or declaratiou 1.69
Formulas and tables 1.58
Generairequisites 1.51
Identification required in letters coucerning 1.5
Incomplete papers not filed for examination 1.53
Interiiueations, etc., to be indicated 1.52
Involving national security 5.1
Language, paper, writing, margin 1.52
Later filing of oath and filing fee .....•........ 1.53
Missing pages wheu application filed 1.53(e)
Must be made by actual inventor,

with exceptions 1.41, 1.46, 1.47
Naming of inventors:

Application data sheet 1.76(b)(1)
In a'continued prosecution

applicatiou 1.53(d)(4)
In a provisional

application .... 1.41(a)(2), 1.51(c)(I), 1.53(c)(I)
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Extension of patent term (See also Patent term
adjustment):

Due to examination delay under the URAA
(35 U.S.c. (54) 1.701

Due to regulatory review period (35 U.S.C.
(56):
Applicant for . . . . . . . . . .. 1.730
Application for. . . . . . . . . . . . . . . • . . . . . . .. 1.740
Calculation of term:

Animal drug product. . . . . . . . . . . . . . . . .. 1.778
Food or color additive 1.776
Human drug product. 1.775
Medical device , . .. 1.777
Veterinary biological product. . . . . . . . . .. 1.779

Certificate of extension 1.780
Conditions for 1.720
Correction of informalities 1.740
Determination of eligibility . . . . . . . . . . . . .. 1.750
Duty of disclosure 1.765
Filing date of application. . . . . . . . . . . . . . .. 1.741
Formal requirements 1.740
Incomplete application : 1.741
Interim extension under 35 U.S.c. 156(d)(5) 1.790
Interim extension under 35 U.S.c. 156(e)(2). 1.760
Multiple applications 1.785
Order granting interim extension 1.780
Patents subject to 1.710
Signature requirements for application 1.730
Termination of interim extension

granted under 35 U.S.c. 156(d)(5) 1.791
Withdrawal of application 1.770

Extension of time 1.136
Fees 1.17
Interference proceedings 1.645

F
Facsimile transmission 1.6(d), 1.8
Federal holiday within the District of Columbia 1.9(h)
Federal Register, publication of rules in 1.351
Fees and payment of money:

Credit card. . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.23
Deposit accounts . . . . . . . . . . . . . . . . . . . . . . . . . 1.25
Document supply fees 1.19
Extension of time. . . . . .. . . . . . . . . . . . . .. . . .. 1.17
Fee on appeal to the Court of Appeals for the

Federal Circuit provided by rules of court 1.301
Fees payable in advance 1.22
Foreign filing license petition 1.17(h)
For international-type search report 1.21(e)
Itemizationrequired 1.22

Method of payment. 1.23
Money by mail at risk of sender 1.23
Money paid by mistake 1.26
Petition fees 1.17, 1.181
Post allowance 1.18
Processing fees . . . . . . . . . . . . . . . . . . . . . . . . .. 1.17
Reexamination request 1.20(c)
Refunds 1.26
Relating to internatioual

applications ...1.25(b), 1.445, 1.481, 1.482, 1.492
Schedule of fees and charges 1.16-1.21

Files open to the public 1.11
Filing date of applicatiou 1.53
Filing fee part of complete application 1.51
Filing fees 1.16
Filing in Post Office 1.10
Filing of interference settlement agreements 1.666
Final rejection:

Appeal from 1.191
Response to 1.113, 1.116
When and how given 1.113

First Class Mail (includes Priority Mail
and Express Mail) 1.8

Foreign application 1.55
License to file 5.11-5.25

Foreign country:
Taking oath in 1.66
Taking testimony in 1.671

Foreign mask work protection Part 150
Evaluation of request 150.4
Definition 150.1
Duration of proclamation 150.5
Initiation of evaluation 150.2
Mailing address 150.6
Submission ofrequests 150.3

Foreign patent rights acquired
by government 101.1-101.11

Licensing 102.1-102.6
Formulas and tables in patent applications 1.58
Fraud practiced or attempted on Office .. ' 1.56
Freedom oflnformation Act (FOIA) Part 102

Appeals from iuitial determinations or
untimely delays 102.10

Business information 102.9
Correspondence address 102.1, 102.4
Expedited processing 102.6
Fees 102.11
Public reference facilities 102.2
Records 102.3
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Box Reexam I.l(c)

Briefs:
At final hearing in interference .. , 1.656
In petitions to Commissioner 1.181
On appeal to Board 'C •••• 1.192

Business to be conducted with decorum
and courtesy . . . . . . . . . . . . . . .. . . . . . . . . . . . . . .. 1.3

Business to be transacted in writing ..........•... 1.2

C
Certificate of correction 1.322, 1.323

Fees 1.20
Mistakes not corrected 1.325

Certificate of mailing (First Class)
or transmission 1.8

Certification effect of signatnre 1.4(d),1O.l8
Certified copies of records, papers, etc 1.4(f), 1:13

Fee for certification ......••............. I.l9(b)
Chemical and mathematical formulae

and tables 1.58
Citation of prior art in patented file ......•...... 1.501
Citation of references '1.104
Civil action 1.303, 1.304
Claims (See also Examination of applications):

Amendment of. 1.121
Conflicting, same applicant or owner .. , , . . . . . 1.78
Date of invention of. . . . . . . . . . . . . . . . . . . . .. 1.110
Dependent . . . . . . . . . . . . . . . . . . . .. . . . . . . . .. 1.75
Design patent. .........•....... ' 1.153
May be in dependent form ..........•......• 1.75
More than one permitted 1.75
Multiple dependent ; 1.75
Must conform to invention and specification 1.75
Notice of rejection of. 1.104
Numbering of. . . . . . . . . . . . . . . . . . . . . . . . . .. 1.126
Part of complete application 1.51

Plant patent. . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.164
Rejection of . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.104
Required 1.75
Separate sheet required for

commencement of. 1.52(b)

Twice or finally rejected before appeal. : . . . .. 1.191
Color drawing 1.84(a)(2)

Commissioner of Patents and Trademarks
(See also Petition to Commissioner):

Address of , . . . . . . . .. 1.1

Availability of decisions by ...............• 1.14
Cases decided by Board reopened only by . . . . 1.198

August2001

Initiates ex parte reexamination .......•..... 1.520
Return of papers in violation of rule 1.3

Common ownership, statement by assignee
may be required 1.78(c)

Compact disc submissions. (See Electronic
documents.)

Complaints against examiners, how presented 1.3
Complaints regarding invention promoters

(See Invention promoters.)
Cotnposition of matter, specimens of

ingredients may be required 1.93
Computer program listing appendix 1.96
Concurrent office proceedings 1.565
Conflicting claims, same applicant or owner

in two or more applications 1.78
Continued examination, request for 1.114

Fee 1.17
Suspension of action after ,.. 1.103

Continued prosecution application 1.53(d)
Suspension of action in 1.103

Continuing application for invention
disclosed and claimed in prior application .. 1.53, 1.63

Control number, display of. 1.419
Copies of patents, published applications, records,

etc , .. , 1.11, 1.12,1.13
Copies of records, fees 1.19(b), 1.59
Copyright notice in specification 1.71(d)
Copyright notice on drawings 1.84(s)
Correction, certificate of 1.322, 1.323
Correction of inventorship:

III anonprovisional application 1.48
Before filing oath/declaration ..1.4l(a)(1), 1.76(c)
By filing oath/declaration 1.76(d)(3)
When filing a continuation or divisional

application 1.63(d)
When filing a continued prosecution

application l.53(d)(4)
In a provisional application , - 1.48

By filing a cover sheet 1.48(f)(2)
Without filing a coversheet 1.4l(a)(2)

In a reexamination proceeding 1.530
In an international application 1.472

When entering the national stage 1.497
In an issued patent , 1.324
In other than a reissue application , 1.48
Inconsistencies between application data sheet

and oath or declaration ............•... 1.76(d)
Motionto correct inventorship in an

interference ...................•....... 1.634
Supplemental application data sheet(s) ..... 1.76(c)
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Ownership of applications or patents
involved 1.602

Petitions. . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.644
Preliminary statement 1.621-1.631
Preparation for 1.603-1.608
Presumption as to order of inventiou 1.657
Prosecution by assignee 1.643
Recommendation by Board of Patent

Appeals aud Interferences. . . . . . . . . . . . . . .. 1.659
Records and exhibits. . . . . . . . . . . . . . . . . . . .. 1.653
Records of, when open to public 1.11
Reissue filed by patentee during 1.662
Requests by applicants. . . . . . . . . . . . . . . . . . .. 1.604
Requests for findings of fact and

conclusions oflaw 1.656
Return of unauthorized papers 1.618
Review of decision hy civil action .. . . . . . . .. 1.303
Same party. . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.602
Sanctions for failure to comply witb rules

of order 1.616
Sanctions fortaking and maintaining a

frivolous position 1.616
Second interference between same parties . . .. 1.665
Secrecy order cases 5.3(b)
Service of papers 1.646
Status of claims of defeated applicant

after interference 1.663
Statutory disclaimer by patentee during . . . . .. 1.662
Suggestion of claims for interference. . . . . . .. 1.605
Summary judgment 1.617
Suspension of ex parte prosecution 1.615
Termination of interference 1.661
Testimony copies. . . . . . . . . . . . . . . . . . . . . . .. 1.653
Time period for completion 1.610
Times for discovery and taking testimony 1.651
Translation of document in foreign language .. 1.647

International application. (See Patent
Cooperation Treaty.)

International Preliminary Examining Authority 1.416
Interview summary 1.133
Interviews with examiner 1.133, 1.560
Invention promoters:

Complaints regarding 4.1-4.6
Publication of. 4.1,4.3,4.5
Reply to 4.4
Submission of. 4.3
Withdrawal of 4.3

Definition 4.2
Reply to complaint 4.4

Inventor (See also Applicant for patent,
Application for patent):

Death or insanity of. 1.42, 1.43

Refuses to sign application 1.47
To make application 1.41,1.45
Unavailable 1.47

Inventor's certificate priority benefit 1.55
Inventorship and date of invention of the

subject matter of individual claims 1.110
Issue fee 1.18
Issue of patent. (See Allowance and issue

of patent.)

J
Joinder of inventions in one application 1.141
Joint inventors 1.45,1.47, 1.324
Joint patent to inventor and assignee 1.46,3.81
Jurisdiction:

After decision by Board of Patent
Appeals and Interferences . . . . . . . . .. 1.197, 1.198

After notice of allowance 1.312
Of contested case 1.614

L
Lapsed patents 1.317
Legal representative of deceased or

incapacitated inventor 1.42-1.43, 1.64
Legibility of papers 1.52
Letters to the Office. (See Correspondence.)
Library service fee 1.19(c)
License and assignment of

government interest in patent 3.11,3.31,3.41
License for foreign filing 5.11-5.15
List of U.S. patents classified in a

subclass, cost of 1.19(d)
Local delivery box rental 1.21(d)
Lost files 1.251

M
Maintenance fees 1.20

Acceptance of delayed payment of 1.378
Fee address for 1.363
Review of decision refusing to accept 1.377
Submission of. 1.366
Timefor payment of. 1.362

Mask work notice in specification 1.71(s)
Mask work notice on drawing 1.84(s)
Mask work protection, foreign Part 150
Microorganisms. (See Deposit of biological

material.)
Minimum balance in deposit accounts' 1.25
Misjoinder of inventor 1.48, 1.324, 1.497
Missing pages when application filed 1.53(e)
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Division. (See Restriction of application.)
Document snpply fees 1;19
Drawing:

Amendment of. 1.121
Arrangement of views 1.84(i)
Arrows .................•......•. ' 1.84(r)
Character of lines 1.84(1)
Color 1.84(a)(2), 1.165(b)
Contentof drawing 1.83
Copyright notice 1.84(s)
Correction 1.84(w), 1.85(c), 1.121
Cost of copies of . . . . . . . . . . . .. . . . . . . . . . . .. 1.19
Design application 1.152
Fignrefor front page 1.76, 1.84(j)

Filed with application , 1.81
Graphics ,. 1.84(d)
Hatching and shading................•.. 1.84(m)
Holes 1.84(x)
Identification 1.84(c)
If of an improvement, must show

connection with old structure .....•........ 1.83
,Informal drawings ........•................ 1.85

Ink ,.......••...•. 1.84(a)(I)
Lead lines 1.84(q)
Legends .............................• 1.84(0)
Letters '" ; ...........•.. 1;84(P)
Location of names '.. 1;84(c)
Mask work notice.................•....• 1.84(s)
Must be described in and referred

to specification. . . . .. . . . . . . . . .. . . . .. .. . .1.74
Must show every feature of the invention 1.83

- No return orrelease 1.85(b)
Numbering of sheets . . . . . . . . . . . . . . . . . . .. 1.84(t)
Numbering of views 1.84(u)
Numbers 1.84(p)
Original should be retained by applicant. 1.81(a)
Paper 1.84(e)
Part of application papers 1;52
photographs , 1.84(b)
Plant patent application 1.81, 1.165
Reference characters . . . . . . . . .. . . . .. 1.74, 1.84(p)
Reissue. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.173
Release not permitted 1.85(b)

-Required by law when necessary
for understanding 1.81

Scale 1.84(k)
Security markings . ' 1.84(v)
Shading . . . . . . . . . . . . . . . . . . . . . • . .. 1.84(m)
Size of sheet and margins . . . . . . 1.84(f),(g)
Standards for drawings 1.84
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Symbols 1.84(n)
Views .. . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.84(h)
When necessary, part of complete application ...1.51

Duty of disclosnre.........•............ 1.56, 1.555
Patent term extension 1.765

E
Election of species 1.146
Electronic documents:

Compact disc suburissions:
Aurino acid sequences 1.821, 1.823, 1.825
.Computer program listings 1.96
Incorporation by reference in specification 1.52
Nucleic acid sequences 1.821, 1.823, 1.825
Requirements ..........•................ 1.52
Submitted as part of permanent

record 1.52, 1.58, 1.96, 1.821, 1.823,1.825
Tables 1.58

Employee testimony. (See Testimony by
Office employees.)

Establishing small entity status 1.27, 1.28
Evidence. (See Testimony in interferences.)
Exparte reexaurination. (See Reexamination.)
Examination of applications:

Advancement of examination ; 1.102
As to form ...........................•.. 1.104
Citation of references ..................•.. 1.104
Completeness of examiner's action 1;104
Deferral of. ................•............ 1.103
Examiner's action 1.104
International-type search.......•........... 1.104
Nature of examination 1.104
Reasons for allowance 1.104
Reconsideration afterrejectionif requested 1.111
Reissue 1.176
Rejection of claims 1.104
Request for continued examination 1.114
Requirements for information by examiner 1.105
Suspension of , 1.103

Examiners:
Answers on appeal 1.193
Complaints against. ..........•.............. 1.3
Interviews with .................•........ 1.133

Executors 1.42
Exhibits. (See Models and exhibits.)
Export of technical data 5.19,5.20
Express abandonment. 1.138
"Express Mail" 1.6, 1.10

Date of receipt of .....................•; 1.6
Petition in regard to 1.10

Expungement ; 1.59
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Official Gazette:
Amendments to rules published in ·1.351
Announces request for reexamination .. 1.11(c), 1.904
Notice of filing application to nonsigning

inventor. . . . . . . . . . . . . . .. . . . . . . . . . . . . . .. 1047
Notice of issuance of ex parte-

reexamination certificate. . . . . . . . . . . . . .. 1.570(f)
Notice of issuance of inter partes

reexamination certificate 1.997
Service of notices in 1.646

Oral statements . • . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.2

p
Payment offees, Method 1.23
Papers (requirements to become part of

Office permanent records) 1.52
Papers not received on Saturday, Sunday, or

holidays 1.6
Patent application. (See Application for patent

and Provisional patent applications.)
Patent application publication. (See Published

application.)
Patent attorneys and agents. (See Attorneys

and agents.)
Patent Cooperation Treaty:

Access to international application files .... U4(i)
Amendments and corrections during

international processing. . . . . . .. . . . . . . . . .. 10471
Amendmentsduring international

preliminary examination. . . . . . . . . .•. . . . . .. 1.485
Applicant for international application 10421
Changes in person, name or address,

where filed 1.421(f), 1.472
Conduct of international preliminary

examination , . . . . . . . .. . . . . .. 1.484
Copies of international application files U4(i)
Definition of terms 1.401
Delays in meeting time limits . . . . . . . . . . . . .. 10468
Demand for international preliminary

examination. . . . . . . . . . . . . . . . . . . • . . . . . .. 1.480
Designation of States .......•............. 1.432
Entry into national stage . . . . . . . . . . . . . . . . .. 1.491

As a designated office .. .. .. .. .. .. .. .... 1.494
As an elected office. . . . . . . . . . . . . . . . .. .. 1.495

Examination at national stage . . . . . . . . ... . . .. 10496
Fees:

Authorization to charge fees under
37 CFR U6 1.25(h)

Designation fees. . . . . . . . . . . . . . . . . . . .. . .1.432
Due on filing of international

application 1.431(c)

Failure to pay results in withdrawal
of application 1.431(d), 1.432

Filing, processing and search fees 1.445
International preliminary

examination 1.481, 1.482
National stage 1.25(b), 1.492
Refunds 1.446

Filing by other than inventor 1.425
International application requirements 1.431

Abstract. •............................ 1.438
Claims 1.436
Description 1.435
Drawings 1.437
Physical requirements 1.433
Request.. ....................•........ 1.434

International Bureau 1.415
International Preliminary Examining

Authority 1.416
Inventor deceased 1.422
Inventor insane or legally incapacitated 1.423
Inventors, joint 1.41(a)(4), 10424, 1.497
National stage examination 1.496
Oath or declaration at national stage 1.497
Priority, claim for 1.55, 10451
Record copy to International Bureau,

transmittal procedures 1.461
Representation by attorney or agent. 1.455
Time limits for processing

applications 10465, 1.468
United States as:

Designated Office . . . . . . . . . . . . . . .. 1.414, 1.497
International Searching Authority 10413
Receiving Office 1.412

Unity of invention:
Before International Searching

Authority 1.475, 1.476
Before International Preliminary

Examining Authority 1.487, 10488
National stage 1.475, 1.499
Protest to lack of 1.477, 10489

Patent policy, government 100.1-100.11
Patent term adjustment due to

examination delay 1.702-1.705
Application for 1.705
Determination 1.705
Grounds for 1.702
Period of adjustment 1.703
Reduction of period of adjustment 1.704

Patentterm extension due to examination delay .. 1.701
Patent term extension due to regulatory review

period. (See Extension of patent term due to
regulatory review period (35 U.S.c. 156).)
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Responses to requests 102.7
Responsibility for responding 102.5
Time limits 102.6

Requirements for making requests . .. 102.4

G
Gazette; (See Official Gazette.)
General authorization to charge deposit

account 1.25, 1.136
General information and correspondence 1.1-1.8
Govermnent acquisition of foreign

patent rights Part 501
Govermnent employee invention ; Part 501
Government interest in patent,

recording of 3.11,3.31,3.41,3.58
Governmental registers 3.58
Guardian of insane person may applyfor patent. 1.43

H
Hearings:

Before the Board of Patents Appeals and Inter-
ferences 1.194

Feefor appeal hearing. . . . . . . . . . . . . . . . . . . •.. 1.17

In disciplinary proceedings 10,\44
Of motions in interferences 1.640

Holiday, time for action expiring on 1.6, 1.7

I
Identification of application, patent or registration ... 1.5
Inconsistencies between application,'data sheet

and oath or declaration 1.76(d)
Information disclosure statement:

At time of filing application................• 1.51
Content of ......................•....... 1.98
Not permitted in provisional applications 1.51
Reexamination '.' 1.555, 1.902

. Suspension of action to provide time for con-
sideration of an IDS in a CPA 1.103(b)

To comply with duty of disclosure 1.97
Information, Public 1.15
Insane inventor, application by guardian of 1.43
Interpartes reexamination. (See Reexamination.)
Interferences (See also Depositions, Motions in

interferences, Notice, Preliminary statement' in
interferences, Testimony' in interferences):

Abandonment of the contest 1.662
Access to applications 1.612
Access to preliminary statement 1:631
Action by examiner after interference 1.664
Action if statutory bar appears 1.641, 1.659
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Addition of new party by administrative
patent jndge 1.642

Amendment during; 1.615, 1.633, 1.634, 1.637
Appeal to the Court of Appeals

for the Federal Circuit. 1.301, 1.302
Applicant requests 1.604
Arbitration 1.690
Briefs at final hearing 1.656
Burden of proof. ; 1.657
Civil action , '...•......... 1.303
Claims copied from patent .....•...... 1.606, 1.607
Claims of defeated parties stand finally

disposed of . . .. . 1.633
Concession of priority : , 1.662
Conflicting parties having same attorney 1.613
Copying claims from patent 1.606, 1.607
Correspondence 1.5(e)
Declaration of interference 1.611
Definition , 1.601
Disclaimer to avoid interference 1.662(a)
Discovery ' ' 1.671
Dissolution of , 1.633
Dissolution on motion of judge 1.641
Extension of time 1.645
Failure of junior party to take testimony 1.652
Failure to prepare for 1.603-1.606
Final decision 1.658
Final hearing 1.654
Final hearing briefs 1.656
Identifying claim from

patent 1.607(a)(3), 1.637(e)(1)(vi)
In what cases declared 1.601, 1.602
Inspection of cases of opposing parties 1.612
Interference with a patent. 1.606-1.608
Junior party fails to overcome filing

date of senior party 1.640
Jurisdiction of interference 1.614
Manner of service of papers 1.646
Matters considered in rendering final

decision 1.655
Motions 1.633-1.638
NAFTA Country 1.60l(r)
Nonpatentability argued at final hearing 1.655
Notice and access to applications of

opposing parties 1.612
Notice of intentto argue abandonment. 1.632
Notice ofreexamination, reissue, protest;

or litigation 1.660
Notice to file civil action 1.303
Notices and statements 1.611
Order to show cause, judgment on

the record ............................• 1.640

,·.;;,,"l;t~tr:;;,~_



PATENT RULES RULES INDEX

Translation of non-English language provi-
sional application required 1.78

Waived if not timely 1.78
Foreign priority claim:

Filed after issue fee has been paid , .... , ... 1.55
May be on application data sheet or in oath!

declaration ; 1.63(c)
Petition to accept, unintentionally delayed .. 1.55
Priority document 1.55

Translation 1.55, 1.647
Time for claiming , 1.55

Privacy Act Part 102
Denial of access to records . . . . . . . . . . . . .•... 102.25
Definitions 102.22
Disclosure of records 102.25, 102.30
Exemptions 102.33, 102.34
Fees ,. 102.31
Grant of access to records . . . . . . . . . . . . . . .. 102.25
Inquiries ' 102.23
Medical records , ;... 102.26
Penalties 102.32
Requests for records 102.24
Requests for correction or amendment .....•. 102.27

Appeal of initial adverse
determination 102.29

Review of requests 102.28
Processing andretention fee ,1.21(1), 1.53(f)
Proclamation as to protection of

foreign mask works , , .. Part 150
Protests to grants of patent . . . . . . . . . . . . . . . . . .. 1.291
Provisional patent applications:

Claiming the benefit of 1.78
Converting a nonprovisionalto

a provisional 1.53(c)
Converting a provisional to a

nonprovisional , 1.53(c)
Cover sheet required by §1.51(c)(I) may be a

§ 1.76 application data sheet 1.53(c)(I)
Filing date 1.53(c)
Filing fee , 1.16(k)
General requisites , , " . . 1.51(c)
Laterfiling offee and cover sheet. , . ,. 1.53(g)
Names ofinventor(s) , 1.4I(a)(2)

Application data sheet 1.53(c)(I), 1.76
Correction of .................•....... , 1.48
Cover sheet 1.51(c)(I), 1.53(c)(I)
Joint inventors .....................•... 1.45

No right of priority , ., 1.53(c)
Noexantination . . . . . . . . . . . . . . . . . . . . . . .. 1.53(i)
Papers concenting, should identify

provisional application as such, by
application number. . . . . . . . . . . . . . . . . .. .. 1.5(f)

Parts of complete provisional application 1.51(c)
Processing fees 1.17
Revival of 1.137

.When abandoned 1.53(i)
Provisional rights

Submission of international pnblication or
English translation thereof pursnant to 35
U.S.C.154(d)(4) 1.417

Public Information 1.15
Public use proceedings 1.292

Fee 1.17(j)
Publication of application 1.211

Early publication 1.219
Express abandonment to avoid publication 1.138
Fee 1.18
Nonpublication request 1.213
Publication of redacted copy 1.217
Republication .........................•.. 1.221
Voluntary publication 1.221

Published application
Access to ...................•.•..... 1.11,1.14
Certified copies of 1.13
Contents 1.215
Definition 1.9
Records of, open to public 1.11,1.12
Republication of 1.221
Third party submission in 1.99

R
Reasons for allowance 1.104
Reconsideration of Office action 1.112
Reconstruction oflost files 1.251
Recording of assignments. (See Assignments

and recording.)
Records of the Patent and Trademark Office ... 1.11-1.15
Reexamination:

Announcement in O.G. I.II (c)
Correction of inventorship 1.530
Correspondence address 1.33(c)
Ex parte proceedings:

Amendments, manner of making .. 1.121(i), 1.530
Appeal to Board 1.191
Appeal to C.A.F.C 1.301
Civil action unded5 U.S.C. 145 1.303
Concurrent withinteference.reissue,

other reexamination, litigation, or
office proceeding(s) , .....•. 1.565

Conduct of 1.550
Duty of disclosure in 1.555
Examiner's determinationto grant or

refuse request for. " ............•..... 1.515
Extensions of time in , 1.550(c)
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Mistake in patent, certificate
thereof issued 1.322, 1.323

Models and exhibits:

Copies of 1.95

Ifnot claimed within reasonable time, may
be disposed of by Commissioner. . ... . . . . . . .. 1.94

If on examination model found
necessary request therefor will be made 1.91

In contested cases 1.676

May be required 1.91

Model not generally admitted in application
or patent. 1.91

Not to be taken from the Office except in
custody of sworn employee 1.95

Return of 1.94

Working model may be required. , 1.91

Money. (See Fees and payment of money.)

Motions in interference 1.633-1.637

To take testimony in foreign country 1.671

N
Name of Applicant or Inventor (see Applicant for

patent, Application for patent, Inventor)

New matter inadmissible.inapplication 1.121

New matterinadmissible in reissue 1.173

Non-English language specification fee ; 1.17(i)

Nonprofit organization:

Definition 1.27

Small entity status 1.27

Notice:

Of allowance of application 1.311

Of appeal to the Court of Appeals for the
Federal Circuit. 1.301, 1.302

.Of arbitration award 1.335

Of defective ex parte reexamination
request 1.51O(c)

Of interference 1.611

Of oral hearings before the Board of
Patent Appeals and Interferences . . . . . . . . .. 1.194

Of rejection of an application 1.104

Oftaking testimony 1.673

To conflicting parties with sarne attorney
or agent 1.613

To parties in interference cases 1.611

Nucleotide and/or amino acid sequences:

Amendments to ................•......... 1.825
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Disclosure in patent applications " 1.821

Form and format for computer readable form .. 1.824

Format for seqnence data 1.822

Replacement of. 1.825

Requirements 1.823

Submission on compact disc 1.52, 1.821, 1.823

Symbols ......•......................... 1.822

o
Oath in patent application. (See also Declaration):

Apostilles 1.66

Before whom taken in foreign countries 1.66

Before whom taken in United States 1.66

By administrator or executor 1.42, 1.63, 1.64

By guardian of insane person 1.43, 1.63, 1.64

Certificate of Officer administering 1.66

Continuation-in-part 1.63(e)

Declaration , 1.68

Foreign language 1.69

International application 1.497

Inventor's Certificate 1.63

Made by inventor - ; 1.41,1.63

Made by someone other than inventor 1.64(b)

Officers authorized to administer oaths 1.66

Part of complete application 1.51

Person making 1.64

Plant patent application 1.162

Requirements of 1.63

Ribboned to other papers 1.66

Sealed ........................•......... 1.66

Signature to 1.63, 1.64, 1.67

Supplemental 1.67 .

To acknowledge duty of disclosure 1.63

When taken abroad to seal all papers 1.66

Oath or declaration in reissue application 1.175

Oath or declaration

Plant patent application 1.162

When international application enters
national stage 1.497

Object of the invention 1.73

Office action time for reply 1.134

Office fees. (See Fees and payment of money.)

Official action, based exclusively uponthe
written record ........................•...... 1.2

Official business, should be transacted in writing .... 1.2
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References will be cited 1.104
Requisites of notice of. , . . . .. 1.104

Reply brief. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.193
Reply to Office action:

Abandonment forfailure to . . . . . . . . . . . . . . .. 1.135
By applicant or patent owner. . . . . . . . . . . . . .. 1.111
Substantially complete 1.135
Supplemental. . . . . . . . . . .. . . . . . . . . . . . . . .. 1.111
Timefor 1.134

Representative capacity 1.34(a)
Request for continued examination. . . . . . . . . . . .. 1.114

Fee 1.17
Suspension of action after 1.103

Request for reconsideration. . . . . . . . . . . . . . . . . .. 1.112
Request for ex parte reexamination 1.510
Request forinter partes reexamination 1.913-1.927
Requirement for submission of information. . . . .. 1.105
Reservation clauses not permitted , . . . .. 1.79
Restriction of application 1.141-1.146, 1.176

Claims to nonelected invention withdrawn .... 1.142
Constructive election. . . . . . . . . . . . . . . . . . . . . 1.145
Petition from requirements for 1.129, 1.144
Provisional election 1.143
Reconsideration of requirement. . . . . . . . . .. .. 1.143
Requirement for. 1.142
Subsequent presentation of claims

for different invention 1.145
Retention fee 1.21(1), 1.53(f)
Return of correspondence 1.5(a)
Return of papers having a filing date . . . . . . . . . 1.59
Revival of abandoned application, terminated

reexamination proceeding, or lapsed patent .... 1.137
Unavoidable abandonment fee ..... . . . . . .. 1.17(1)
Unintentional abandonment fee. . . . . . . . . .. 1.17(m)

Revocation of power of attorney or
authorization of agent . . . . . . . . . . . . . . . . . . . . .. 1.36

Rules of Practice:
Amendments to rules will be pnblisbed 1.351

S
Saturday, when last day falls on . . . . . . . . . . . . . . . . . 1.7
Secrecy order. 5.1-5.5
Sequences:

.Amendments to sequence listing and
computer readable copy 1.825

Disclosure requirements 1.821, 1.823
Sequence data, symbols and format , .. 1.822
Submissions in computer readable form , .. 1.824
Submissions on compact disc

in lieu of paper. 1.52,1.821,1,823
Serial number of application .' , , 1.5
Service of notices:

For taking testimony 1.673
In interference cases 1.611
Of appeal to the U.S. Coutt of Appeals for

the Federal Circuit 1.301
Service of papers 1.248
Service of process 15 CFR Part 15
Sbortened period forreply 1.134
Signature:

Implicit certifications 1.4(d), 10.18
Of attorney or agent 10.18

To a written assertion of small
entity status 1.27(c)(2)

To amendments and other papers 1.33(b)
To an application for extension of

patent term 1.730
To express abandonment. 1.138
To oath 1.63
To reissue oath or declaration 1.172
When copy is acceptable 1.4

Smallbusiness concern:
Definition 1.27
Small entity status 1.27

Small entity:
Definition 1.27
Errors in status excused 1.28
Fraud on the office 1.27
License to Federal agency 1.27
Statement 1.27
Statement in parent application 1.27
Status establishment 1.27, 1.28
Status update. . . . . . . . . . . . . . . . . . . . . . .. 1.27, 1.28

Solicitor's address 1.1(a)
Species of invention claimed 1.141, 1.146
Specification (See also Application for

patent, Claims):
Abstract. 1.72
Amendments to. . . . . . . . . . . . . . . . . . .. 1.121, 1.125
Arrangement of. 1.77, 1.154, 1.163
Best mode 1.71
Claim 1.75
Contents of 1.71-1.75
Copyright notice 1.71(d)
Cross-references to other applications •........ 1.78
Description of the invention 1.71
If defective, reissue to correct. 1.171-1.179
Mask work notice 1.71(d)
Must conclude with specific and distinct claim .. 1.75
Must point out new improvements specifically .. 1.71
Must refer by figures to drawings 1.74
Must set forth the precise invention 1.71
Not returned after completion 1.59
Object of the invention 1.73
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Patentee notified of interference . . ... . . . . . . . . . .. 1.602
Patents (See also Allowance and issue of patent):

Available for license or sale, publication
of notice 1.21(i)

Certified copies of . . . . . . . . . . . . . . . . . . . . . • .. 1.13
Copying claims of 1.606, 1.607
Correction of errors in 1.171, 1.322, 1.323, 1.324
Delivery of 1.315
Disclaimer 1.321
Identification required in letters concerning 1.5
Lapsed, for nonpayment of issue fee 1.317
Obtainable by civil action 1.303
Price of copies . . . . . . . . . . .. . . . . . . . . . . . . . .. 1.19
Records of, open to public 1.11, 1.12
Reissuing of, when defective 1.171-1.179

Payment of fees. . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.23
Personal attendance unnecessary. . . . . . . . . . . . . . . .. 1.2
Petition forreissue 1.171, 1.172
Petitionto Commissioner:

Fees 1.17
. For delayed payment of issue fee . .. 1.137
For expungement and return of papers 1.59
For extension of time. . . . . . . . . . . . . . . . . . . .. 1.136
Forlicense for foreign filing 5.12
For the revival of an abandoned application 1.137
From formal objections

orrequirements LIB, 1.181
From requirement for restriction 1.129, 1.144
General requirements. . . . . . . . . . . . . . . . . . . .. 1.181
In interferences 1.644
In reexamination 1.181

If examiner refused the ex parte request .. 1.515(c)
On refusal of examiner to admit amendment. .. 1.127
Questions not specifically provided for. . . . . .. 1.182
Suspension of rules . . . . . . .. . . . . .. . . . . . . .. 1.183

Petition to accept an unintentionally
delayed claim for domestic .
priority 1.78(a)(3), 1.78(a)(6)

Petition to accept an unintentionally delayed
claim forforeign priority 1.55(c)

To exercise supervisory authority . . . . . . . . . .. 1.181
To make special. . . . . . . . . . . . . . . . . . . . . . . .. 1.102
Untimely unless filed within two months .... 1.181

Photographs 1.84(b), 1.152
Plant patent applications:

Applicant . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.162
Claim . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.164
Declaration. . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.162
Description 1.162
Drawings . . . . . . . . • . . . . . . . . . . . . . . . . . . . .. 1.165
Examination 1.167
Fee for copies. . . . . . . . . . . . . . . . . .. . . . .. . . .. 1.19
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Filing fee. . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.16(g)
Issuefee 1.18(c)
Oath 1.162
Rules applicable 1.161
Specification and arrangement of application

elements 1.163
Specimens 1.166

Post issuance and reexamination fees 1.20
Post Office receipt as filing date 1.10
Postal emergency or interruption 1.6(e)
Power of attoruey. (See Attorneys or agents.)
Power to inspect 1.14(d)
Preliminary amendments 1.115
Preliminary Examining Authority, International 1.416
Preliminary statement in interferences:

Access to 1.631
Contents to 1.622-1.627
Contents of, invention made in other

than United States, a NAFTA country,
or a WTO member country 1.624

Correction of statement on motion 1.628
Effect of statement 1.629
Failure to file 1.639, 1.640
In case of motion to amend interference 1.633
May be amended if defective 1.628
Reliance on prior application 1.626, 1.630
Requirement for 1.621
Sealed before filing 1.627
Service on opposing parties 1.621
Subsequent testimony alleging prior

dates excluded 1.629
When opened to inspection 1.631

Preserved in confidence, applications 1.12,1.14
Exceptions (status, access or copies available) 1.14

Printing testimony 1.653
Prior art citation in patented files 1.50I
Prior art statement:

Content of. 1.98
To comply with duty of disclosure. . 1.97

Prior invention, affidavit or declaration of
to overcome rejection 1.130, 1.131

Priority, right of, under treaty or law:
Domestic benefit claim:

Cross-reference to related
application(s) 1.76-1.78

Filing fee must be paid in provisional
application 1.78

Indication of whether international
application was published in English . 1.78(a)(2)

May be in first sentence of application or on
application data sheet 1.78

Petition to accept, unintentionally delayed 1.78
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Title reports, fee for. 1.19(b)

Transitional procedures 1.129

u
Unavoidable abandonment 1.137

Unintentional abandonment 1.137

United States as

Designated Office 1.414, 1.494

Elected Office 1.414, 1.495

International Preliminary Examining
Authority 1.416

International Searching Authority 1.413
Receiving Office 1.412

Unlocatable files 1.251
Unsigned continuation ordivisional

application 1.53, 1.63
Use of file of parent application 1.53(d)

W
Waiver of confidentiality 1.53(d)(6)
Withdrawal from issue 1.313
Withdrawal of attorney or agent. 1.36
Withdrawal of request for statutory invention

registration 1.296
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Initiated by the Commissioner 1.520
Interviews in. . . . . . . . . . . . . . . . . . . . . . . . .. 1.560
Issnance of certificate at conclusion of ..... 1.570
Order for reexamination by examiner ....•.. 1.525
Patent owner's statement 1.530, 1.540
Processing of prior art citations during .. . .. 1.502
Reply to patent owner's statement to third

party requester 1.535, 1.540
Request for 1.510
Scope of 1.552
Service of papers 1.248

Examiner's action " 1.104
Fee 1.20(c)
Fees may be charged to deposit account 1.25
Identification in letter. 1.5(d)
Inter partes proceedings 1.902-1.907

Amendments, manner of
making 1.I2I(i), 1.530, 1.941

Appeal to Board 1.959-1.981
Appeal to C.A.F.C. . 1.983
Civil action under 35 U.S.C. 145 not

available , 1.303(d)
Concurrent withinteference, reissue,

other reexamination, litigation, or
office proceeding(s) .. , 1.565, 1.985

Conduct of.. 1.937
Duty of disclosure in 1.555, 1.923
Examiner's determination to grant

or refuse request for. 1.923-1.927
Extensions of time in 1.956
Filing date of request for 1.919
Issuance of certificate at conclusion of 1.997
Merged with concurrent reexamination

proceedings ..... . . . . . . . . . . . . . . . . . . .. 1.989
Merged with reissue application 1.991
Notice of, in the Official Gazette 1.904
Persons eligible to file request for 1.903
Processing of prior art citations during 1.902
Scope of 1.906
Service of papers .............•..•. 1.248, 1.903
Submission of papers by the public 1.905
Subsequent requests for 1.907
Suspension due to concurrent interference 1.993
Suspension due to litigation. . . . . . . . . . . . .. 1.987

Information Disclosure Statements 1.98, 1.555
Open to public ..................•....... l.Il(d)
Reconsideration before final action 1.112
Refund of fee. . . . . . . . . . . . . . . . . . . . . . . . .. . . 1.26
Reply to action ...........•............... 1.111
Revival of terminated proceeding , ...•.. 1.137

Reference characters in drawings 1.74, 1.84(p)
References cited on examination ; ' ·1.104
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Refund of money paid by mistake 1.26
International applications 1.446
Later establishment of small entity status 1.28
Time period for requesting 1.26

Register of Government interest in patents 3.58
Rehearing:

On appeal to Board 1.197
Request for, time for appeal after action on 1.304

Reissues:
Amendments 1.173
Applicants, assignees 1.172
Application forreissue 1.171
Application made and sworn to by inventor,

ifliving 1.172
Continuing duty of applicant 1.178
Declaration 1.175
Drawings 1.173
Examination of reissue ..........•......... 1.176
Filed during interference. . . . . . . . . . . . . . .. 1.662(b)
Filed during ex parte reexamination 1.565
Filed during inter partes rexamination 1.985
Filing fee 1.16
Filing of announcement in Official Gazette 1.11
Grounds for and requirements 1.171-1.179
Issuefee 1.I8(a)
Loss of original patent 1.178
Multiple applications for reissue of a single

patent 1.177
Notice ofreissue application 1.179
Oath 1.175
Open to public 1.11
Original patent surrendered 1.178
Restriction 1.176
Specification 1.173
Take precedence in order of examination 1.176
To contain no new matter 1.173
What must accompany application 1.171, 1.172
When in interference 1.660

Rejection:
After two rejections appeal may be taken

from examinerto Board 1.191
Applicant will be notified of rejection

with reasons andreferences 1.104
Based ou commonly owned prior art,

how overcome 1.130
Examiner may rely on admissions by

applicant or patent owner, or facts
within examiner's knowledge 1.104

Final 1.113
Formal objections 1.104
On account of invention shown by others

but not claimed, how overcome 1.131
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Order of arrangement in framing. . . . . . . . . . . .. 1.77
Paper, writing, margins 1.52
Paragraph nnmbering 1.52
Part of complete application 1.51
Reference to drawings 1.74
Reqnirements of. 1.71-1.75
Reservation clauses not permitted 1.79
Substitute 1.125
Summary of the invention 1.73
Title of theinvention . . . . . . . . . . . . . . . . . . . . .. 1.72
To be rewritten, if necessary 1.125

Specimens. (See Models aud exhibits.)
Specimens of composition of matter to be

furnished when reqnired 1.93
Specimens of plauts 1.166
Statement of status as small entity. . . . . . . . . . . . . . . 1.27
Status information . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.14
Statutory disclaimerfee 1.20(d)
Statutory invention registrations 1.293

Examination 1.294
Publication of 1.297
Review of decision finally refusing

to publish. . . . . . . . . . . . . . . . . . . . . . . . . . . .. 1.295
Withdrawal of request for publication of 1.296

Submission of international publication or English
trauslation thereof pursuant to
35 U.S.c. 154(d)(4) 1.417

Sufficient funds in deposit account 1.25
Suit in equity. (See Civil action.)
Summary of invention. . . . . . . . . . . . . . . . . . . . . . . . 1.73
Sunday, when last day falls on 1.7
Supervisory authority, petition to

Commissioner to exercise ' 1.181
Supplemental oath Ideclaration 1.67
Surcharge for oath or basic filing fee

filed after filing date 1.16(e), 1.53(f)
Suspension of action . . . . . . . . . . . . . . . . . . . . . . .. 1.103
Suspension of ex parte prosecution

during interference 1.615
Suspension of rules . . . . . . . . . . . . . . . . . . . . . . . .. 1.183
Symbols for drawings 1.84(n)
Symbols for nucleotide and/or amino

acid sequence data 1.822

T
Tables in patent applications .............•..... 1.58
Terminal disclaimer 1.321
Testimony by Office employees . . . 15 CPR Part 15a
Testimony in interferences:

Additional time for taking 1.645

August2001

Assignment of times for taking 1.651
Certification and filing by officer 1.676
Copies of. 1.653
Depositions must be filed 1.678
Discovery 1.687
Effect of errors and irregularities

in deposition 1.685
Evidence must comply with rules 1.671
Examination of wituesses 1.675
Failure to take 1.652
Form of deposition 1.677
Formal objections to 1.685
Formalities in preparing depositions 1.674-1.677
In foreign countries 1.671
Inspection of testimony 1.679
Mauner of taking testimony of witnesses 1.672
Motion to extend time for taking 1.645
Not considered if not taken aud filed in

compliauce with rules 1.671
Notice of examination of witnesses 1.673
Notice of intent to use records 1.671(e)
Objections noted in depositions 1.675
Objections to formal matters 1.685
Officer's certificate 1.676
Persons before whom depositions may

be taken 1.674
Printing of. 1.653
Service of notice 1.673
Stipulations or agreements concerning 1.672
Taken by depositions 1.672
Time for taking 1.651
To be inspected by parties to the case only 1.679
Weight of deposition testimony taken

in a foreign country 1.671G)
Third party submission in published

application 1.99
Time expiring on Saturday, Sunday, or holiday 1.7
Time for claiming benefit of prior (domestic)

application 1.78
Time for claiming foreign priority 1.55
Time for filing preliminary amendment to

ensure entry thereof 1.115
Time for payment of issue fee 1.311
Time for payment of publication fee 1.311
Time for reply by applicant 1.134, 1.135, 1.136
Timefor reply to Office action 1.134,1.136
Time for requesting a refund 1.26
Time, periods of 1.7
Timely filing of correspondence 1.8, 1.10
Title of invention 1.72
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