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press has been used to reproduce the document. If
only technical accessibility were required "logic
would require the inclusion within the term [printed]
of all unprinted public documents for they are all
'accessible.' While some tribunals have gone quite far
in that direction, as in the 'college thesis cases' I feel
they have done so unjustifiably and on the wrong the
ory. Knowledge is not in the possession of the public
where there has been no dissemination, as distin
gnished from technical accessibility...' The real sig
nificance of the.word "printed" is grounded in the
"probability of wide circulation."). See also Deep
Welding, Inc. v. Sciaky Bros., 417 F.2d 1227,
163 USPQ 144 (7th Cir. 1969) (calling the holding of
Ex parte Hershberger "extreme"). Compare In re
Bayer, 568 F.2d 1357, 196 USPQ670 (CCPA 1978)
(A reference will constitute a "printed publication" as
long as a presumption is raised that the portion of the
public concerned with the art would know of the
invention even if accessibility is restricted to only this
part of the public. But accessibility to applicant's the
sis was restricted to only three members ofa graduate
committee. There can be no presumption that those
concerned with the art would have known of the
invention in this case.).

ORALLY PRESENTED PAPER CAN CONSTI
TUTE A "PRINTED PUBLICATION" IF WRIT·
TEN COPIES ARE AVAILABLE WITHOUT
RESTRICTION

A paper.which .is orally presented in.a forum open
to all interested persons constitutes a "printed publica
tion" if written copies are disseminated without
restriction. Massachusetts Institute ofTechnology v.
ABFortia, 774 F.2d 1104, 1109,227 USPQ 428,432
(Fed. Cir. 1985) (Paper orally presented to between 50
and 500 persons at a scientific meeting open to all
persons interested in the subject matter, with written
copies distributed without restriction to all who
requested, is a printed publication. Six persons
requested and obtained copies.).

INTERNAL DOCUMENTS INTENDED TO BE
CONFIDENTIAL ARE NOT ''PRINTED PUBLI
CATIONS"

Documents and items only distributed internally
within an organization which are intended to remain
confidential are not "printed publications" no matter

how many copies are distributed. In re George,
2 USPQ2d 1880 (Bd. Pat. App. & Inter. 1987)
(Research reports disseminated in-house to only those
persons who understood the policy of confidentiality
regarding such reports are not printed publications
even though the policy WM not specifically stated in
writing.); Garret Corp. v. United States, 422 F.2d 874,
878,164 USPQ 521,524 (Ct. C1.1970) ("While distri
bution to government agencies and personnel alone.
may not constitute publication ... distribution to com
mercial companies without restriction on use clearly
does."); Northern Telecom Inc. v. Datapoint Corp.,
908 F.2d 931, 15 USPQ2d 1321 (Fed. Cir. 1990)
(Four reports on the AESOP-B military computer sys
tem which were not under security classification were
distributed to about fifty organizations involved in the
AESOP-B project. One document contained the leg
end "Reproduction or further dissemination is not
authorized." The other documents were of the class
that would contain this legend. The documents were
housed in Mitre Corporation's library. Access to this
library was restricted to those involved in the
AESOP-B project. The court held that public access
was insufficient to make the documents "printed pub
lications.").

2128.02 Date Publication Is Available
as a Reference

DATE OF ACCESSIBILITY CAN BE SHOWN
THROUGH EVIDENCE OF ROUTINE BUSI
NESS PRACTICES

Evidence showing routine business practices can be
used to establish the date on which a publication
became accessible to the public. Specific evidence
showing when the specific document actually became
available is not always necessary. Constantv.
Advanced Micro-Devices, Inc., 848· F.2d 1560,
7 USPQ2d 1057 (Fed. Cir.), cert. denied, 988 U.S;
892(1988) (Court held that evidence submitted by
Intel regarding undated specification sheets showing
how the company usually treated such
specification sheets was enough to show that the
sheets were accessible by the public before the critical
date.); In re Hall, 781 F.2d 897, 228 USPQ 453 (Fed;
Cir. 1986) (Librarian's affidavit establishing normal
time frame and practice for indexing, cataloging and
shelving doctoral theses established that the thesis in
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question would have been accessible by the public
before the critical date.).

A JOURNAL ARTICLE OR OTHER PUBLICA
TION BECOMES AVAILABLE AS PRIOR ART
ON DATE OF IT IS RECEIVED BY A MEMBER
OF THE PUBLIC

A publication disseminated by mail is not prior art
until it is received by at least one member of the pub
lic. Thus, a magazine or techuical journal is effective
as of its date of publicatiou (date when first person
receives it) not the date it was mailed or sent to the
publisher. In re Schlittler, 234 F.2d 882, 110 USPQ
304 (CCPA 1956).

2129 Admissions as Prior Art

ADMISSIONS BY APPLICANT CONSTITUTE
PRIOR ART

When applicant states that something is prior art, it
is taken as being available as prior art against the
claims. Admitted prior art can be used in obviousness
rejections. In re Nomiya, 509 F.2d 566, 184 USPQ
607, 610 (CCPA 1975) (Figures in the application
labeled "prior art" held to be an admission that what
was pictured was prior art relative to applicant's
invention.).

A JEPSON CLAIM RESULTS IN AN IMPLIED
ADMISSION THAT PREAMBLE IS PRIOR ART

The preamble elements in a Jepson-type claim (i.e.,
a claim of the type discussed in 37 CPR 1.75(e); see
MPEP § 608.0l(m» "are impliedly admitted to be old
in the art, ... but it is only an implied admission." In re
Ehrreich, 590 F.2d 902,909-910200 USPQ 504, 510
(CCPA 1979) (emphasis in original) (citations omit
ted). See also Sjolund v. Musland, 847 F.2d 1573,
1577,6 USPQ2d 2020,2023 (Fed. Cir. 1988); Pentec,
Inc. v.Graphic Controls Corp., 776 F.2d 309, 315,
227 USPQ 766, 770 (Fed. Cir. 1985); and Reading &
Bates Construction Co. v. Baker Energy Resources
Corp., 748 F.2d 645, 650, 223 USPQ 1168, 1172 (Fed.
Cir. 1984). Claims must be read in light of the specifi
cation. Where the specification confirms that the sub
ject matter of the preamble was invented by another
before applicant's invention, the preamble is treated
as prior art. However, certain art may be prior art to
one inventive entity, but uot to the public iu general.

In re Fout, 675 F.2d 297, 300-301, 213 USPQ 532,
535c36 (CCPA 1982). This is the case when applicant
has made an improvement on his or her own prior
invention. An applicant's own foundational work
should not, unless there is a statutory bar, be treated as
prior art solely because knowledge of this work is
admitted. Therefore, when applicaut explains that the
Jepson format is being used to avoid a double patent
ing rejection over the applicant's own copending
application, the implication that the preamble is
admitted prior art is overcome. Reading & Bates Con
struction Co. v. Baker Energy Resources Corp.,
748 F.2d 645, 650, 223 USPQ 1168, 1172 (Fed. Cir.
1984). Compare In re Fout, 675 F.2d 297, 300-01,
213 USPQ532, 535-36 (CCPA 1982) (The court held
that the preamble was admitted prior art because the
specification explained that Pag1aro, a different inven
tor, had invented the subject matter described in the
preamble)

2131 Antictparlou- Application
of 35 U.S.C. 102(a), (b), and (e)

35 u.s.c. 102. Conditions for patentability; novelty and
loss of righttopatent.

A person shall be entitled to a patent unless -

(a) the invention was known or used by others in this coun
try, or patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for a
pateIit, or

(b) the invention was patented or described in a printed pub
Iication in this or a foreign country or in public use or on sale in
this country, more'than one year prior to the' date of application for
patent in 'the United States, or

(c), he has abandoned the invention, or

(d) ,the invention was first patented or caused to be patented,
or was the subject of an inventor's certificate, by the applicant or
his legal representatives or assigns in a foreign country prior to the
daie of the application' for patent in this country on an application
for patent or inventor's certificate filed more than twelve months
before the filing of the application in the United States, or

(e), the invention was described in-

(1) an' application for patent,' published under section
122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defmedin section 351(a) shall have the
effect under this subsection of a national application published
under section 122(b) only if the international application designat
ing the United States was published uuder Article 21(2)(a) of such
treaty in the English language; or

(2) a patent granted on an application for patent by
another filed in the United States before the invention by' the
applicant for patent, except' that a patent shall not be deemed filed
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in the United States for the purposes of this .subsection based on
the filing, of, an international, application filed, under: the treaty
defined in section 351(a); or

(f) he did not himself invent the subject matter sought to be
patented, or

(g)(l)during the course of an interference conducted under'
section 135 or section 291, another inventor .involved therein
establishes, to the extent permitted in section 104,·that before such
person's invention thereof the .inventicn was made by such other
inventor _and not abandoned" suppressed, 0,[ • concealed, ,or ,(2)
before such person's invention thereof, the invention was made in
this country by another inventor' who' had not abandoned, sup
pressed, or concealed it. In determining priority of invention'
under this subsection, there shall be .considered not only the
respective dates of conception .and. reduction to practice of, the
invention, but also the reasonable diligence of one who was first
to conceive and last toreduce to practice, from a time, priorto con
ception by the other.

TO ANTICIPATE A CLAIM, THE REFERENCE
MUST TEACH EVERY ELEMENT OF THE
CLAIM

"A claim is anticipated only if each and every ele
ment as set forth in the claim is found, either
expressly or inherently described, ina single prior art
reference." Verdegaal Bros. v. Union Oil Co. ofCali
fornia, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053
(Fed. Cir. 1987). "The identical invention must be
shown in as complete detail as is contained in the ...
claim." Richardson v. Suzuki Motor Co., 868 F.2d
1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989).
The elements must be arranged as required by the
claim, but this is not an ipsissimis verbis test, i.e.,
identity of terminology is not required. In re Bond,
910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990).
Note that, in some circumstances, it is permissible to
use multiple references in a 35 U.S.C. 102 rejection.
See MPEP § 2131.01.

2131.01 Multiple Reference 35 U.s.C. 102
Rejections

Normally, only one reference should be used in
makiug a rejection under 35 U.S.C.I02. However, a
35 U.S.c. 102 rejection over multiplereferences has
been held to be proper when the extra references are
cited to:

(A) Prove the primary reference contains an
"enabled disclosure;"

(B) Explain themeaning of a term used in the pri
mary reference; or

(C) Show that a characteristic not disclosed in the
reference is inherent

See paragraphs l-Illbelow for more explanation.of
each circumstance. .

I. TO PROVE REFERENCE CONTAINS AN
''ENABLED DISCLOSURE"

Extra References and Extrinsic Evidence Can Be
Used To Show the Primary Reference Contains iln
"Enabled Disclosure"

When the .claimed composition or machine is dis
closed identically by the reference, an additional ref
erenccrnay be relied on to. show that the primary
reference.has an "enabled disclosure." In re Samour,
571 F.2d 559, 197 USPQ I (CCPA 1978) and In re
Donohue, 766 F.2d 531, 226 USPQ 619 (Fed. Cir.
1985) (Compound claims were rejected under
35 U.S.C.. 102(b) over a publication in view of two
patents. The publication disclosed the claimed com
pound structure while the patents taught methods of
making compounds of that general class, The appli
cant argued that there was no motivation to combine
the references because no utility was previously
known for the compound and. that th.e35 U.S.C. 102
rejection over multiple references was improper. The
court held that the publication taught all the elements
of the claim and thus motivation to combine was not
required. The patents Were only submitted as evidence
of what was in the public's possession before appli
cant's invention.).

II. TQ. EXPLAIN THE. MEANING. OFA
TERM USED IN THE P:IuMARY REFER
ENCE

Extra References or Other Evidence.Can Be Used to
Show Meaning of a Term Used in the Primary
Reference

Extrinsic.evidence may be used to explain but not
expand the meaning ofterms and phrases used in the
reference relied .upon as anticipatory of the claimed
subject matter.lnre Baxter Travenol Labs., 952 F.2d
388,21 USPQ2d 1281 (Fed. Cir. 1991) (Baxter Trave
nol Labs. invention was directed to a blood bag sys
temincorporating a bag containingDEHP, an additive
to the plastic which improved the bag's red blood cell
storage capability. The examiner rejected the claims
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over a technical progress report. by Becker which
taught the same blood bag system but did not
expressly disclose the presence of DEHP. The report,
however, did disclose using commercial blood bags. It
also disclosed the blood bag system as "very similar
to [Baxter] Travenol's commercial two bag blood
container." Extrinsic evidence (depositions, declara
tions and Baxter Travenol's own admissions) showed
that commercial blood bags, at the time Becker's.
report was written, contained DEHP. Therefore, one
of ordinary skill in the art would have known that
"commercial blood bags" meant bags containing
DEHP. The claims were thus held to be anticipated.).

TIl. TO SHOW THAT A CHARACTERISTIC
NOT DISCLOSED IN THE REFERENCE
IS INHERENT

Extra Reference or Evidence Can Be Used To Show
an Inherent Characteristic of the Thing Taught by
the Primary Reference

"To serve as an anticipation when the reference is
silent about the asserted inherent characteristic, such
gap in the reference may be filled with recourse to
extrinsic evidence. Such evidence must make clear
that the missing descriptive matter is necessarily
present in the thing described in the reference, and
that it would be so recognized by persons of ordinary
skill." Continental Can Co. USA v. Monsanto Co.,
948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed.
Cir. 1991) (The court went on to explain that "this
modest flexibility in the rule that 'anticipation'
requires that every element of the claims appear in a
single reference accommodates situations in which
the common knowledge of technologists is not
recorded in the reference; that is, where technological
facts are. known to those in the field of theinvention,
albeit not known to judges." 948 F.2d at 1268,
20 USPQ at 1749-50.). Note that as long as there is
evidence of record establishing inherency, failure of
those skilled in the art to contemporaneously recog
nize an inherent property, function or ingredient ofa
prior art reference does not preclude a finding of
anticipation. Atlas Powder Co. v. IRECO, Inc.,
190 F.3d 1342, 1349, 51 USPQ2d 1943, 1948 (Fed.
Cir. 1999) (Two prior art references disclosed blasting
compositions containing water-in-oil emulsions with
identical ingredients to those claimed, in overlapping

ranges with the claimed composition. The only ele
ment of the claims arguably not present in the prior art
compositions was "sufficient aeration ... entrapped to
enhance sensitivity to a substantial degree." The Fed
eral Circuit found that the emulsions described in both
references would inevitably and inherently have "suf
ficient aeration" to sensitize the compound iu the
claimed ranges based on the evidence of record
(including test data and expert testimony). This find
ing of inherency was not defeated by the fact that one
of the references taught away from air entrapment or
purposeful aeration.). See also In re King, 801 F.2d
1324, 1327, 231 USPQ 136, 139 (Fed. Cir. 1986);
Titanium Metals Corp. v. Banner, 778 F.2d 775, 782,
227 USPQ 773, 778 (Fed. Cir. 1985). See MPEP
§ 2112 - § 2112.02 for case law on inherency. Also
note that the critical date of extrinsic evidence show
inga universal fact need not antedate the filing date.
See MPEP § 2124.

2131.02 Genus-Species Situations

A SPECIES WILL ANTICIPATE A CLAIM TO
A GENUS

"A.genericc1aim cannot be allowed to an applicant
if the prior art .discloses a species falling within the
claimed. genus." The species in that case will antici
pate the genus. In re Slayter, 276 F.2d 408, 411,
125 USPQ 345, 347 (CCPA 1960); In re Gosteli,
872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989)
(Gosteli.claimed a genus of 21 specific chemical spe
cies of bicyclic thia-aza compounds in Markush
claims. The prior art reference applied against the
claims disclosed two of the chemical species. The par
ties agreed that the prior art species would anticipate
the claims unless applicant was entitled to his foreign
priority date.),

A REFERENCE THAT CLEARLY NAMES THE
CLAIMED· SPECIES ANTICIPATES THE
CLAIM NO MATTER HOW MANY OTHER
SPECIES ARE NAMED

A genus does not always anticipate a claim to a spe
cies within the genus. However, when the species is
clearly named, the species claim is anticipated no
matter how many other species are additionally
named. Ex parte A, 17 USPQ2d 1716 (Bd. Pat. App.
& Inter. 1990) (The claimed compound was named in
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a reference which also disclosed 45 other compounds.
The Board held that the comprehensiveness of the
listing did uot negate the fact that the compound
claimed was specifically taught. The Board compared
the facts to the situation in which the compound was
found in the Merck Index, saying that "the tenth edi
tion of the Merck Index lists ten thousand compounds.
In our view, each and'every one Of those compounds
is 'described' as that term is . used in 35 V.S.c.
§ 102(a), in that publication."). 'Id. at 1718. See also
In reSivaramakrishnan, 673 F.2d 1383, 213 USPQ
441 (CCPAI982), (The claims were directed to poly
carbonate contaiti.ing cadmium laurate as an' additive,
The court upheld the Board's finding that a reference
specifically namingcadmium lauratcas an additive
amongst a list of many suitable salts in polycarbonate
resin anticipated the claims, The applicant had argued
that cadmium laurate ""as only disclosed as represen
tative of the salts and was expected to have the same
properties as the other salts listed while, ~s shown in
the application, cadmium laurate had unexpected
properties. The courtheld that it did not matter that
the salt was not disclosed as being preferred, the refer
ence still anticipated tile claims and b\,ca~se the claim
was anticipated, the unexpected properties' were
immaterial.). .

A GENERIC CHEMICAL FORMULA WILL
ANTICIPATE A CLAWED" SPECIES ,C()V
ERED BY THE FORMULA WHEN THE SPE~
CIES CAN BE "AT ONCE ENVISAGED"F'ROM
THE FORMULA

When the compound is not specifically named, but
instead it is necessary to select portions of teachings
within a reference and combinethem.e.g., selectvari
ous substituents from a list of alternatives given for
placement at specific sites on a generic chemical for
mula to arrive ata specific composition, anticipation
can only be found if the classes of substituents are
sufficiently limited or well delineated. Ex: parte A,
17USPQ2d 1716 (Bd. Pat. App. & Inter, 1990). If
one of ordinary skill in the art is able to' "at once
envisage" the specific compound within the generic
chemical formula, the compound is anticipated. One
of ordinary skill in the art must be able to draw the
structural formula or write the name of each of the
compounds included in the generic formula before
any of the compounds .can be "at once envisaged."

One may look to the preferred embodiments to deter"
mine which compounds can be anticipated. In re
Petering, 301 F.2d676, 133 USPQ275 (CCPA1962).

InIn '. rePetering, the prio~artdisclOs~d~generi8
chemical formula "wherein )(, y, Z, P, and R'~ repre
sent eithpr hydrogenor alkyl radicals, R a side chain
containing an OR group." The court heldthat this
formula, without more, could not anticipate a claim to'

7-methyl-9-[d;<t':ribitylJ- isoalloxazine ibecausevthe
generic formula encompassed a vast number and per
haps even art infinite number of compounds.Tlow
ever, the reference also disclosed preferred

substituents for X, Y, Z, R, arid R' as foliows:wh~re

X,P, .and R' are hydrogen, where. Y and Z may be
hydrogen or methyl, andwhere Rris one.of eight.spe
cific isoalloxazines, The court deterrninedthat this
more limited generic class consisted of about20 com,
pounds." The limited number .ofcompounds covered
by the preferred formula in combination.with the fact
thatthe numberof substituentswas low at each site,
the ring positions were limited.and there was a large
unchanging. structural nucleus, resulted. in a finding
that the reference sufficiently described "each ofthe
various permutations here involved as fully asif he
had drawn each structural formula.orhad written each
name,'; The. claimed compound. was. 1 of these
20 compounds. Therefore, the reference "described"
the claimed compound and thereference anticipated
the claims.

ill Ircre Schauml.ln, 572 F.2d :H2, 197PSPQ
5 (CC;PA 1978),claims to a speCifiCCOlUp()und rere
anticipated because the prior art taught a generic for
mula embracing a limited number of compounds
closely related to each other in structure and the prop
ertiespossessedby the compound class of the prior art
was that disclosed for the claimed compound, The
broad generic formula seemed to describe. an infiti.ite
numberof compounds but claim 1 was limited to a
stt)lcmre with only one variable substituent R. This
substituent was limited.to.low alkyl radicals. One of
ordinary. skill in the art would at once envisage the
subject matter within claim lof the reference.).

,
Compare In re Meyer, .599 F.2d 1026, 202USPQ

175 (CCPA 1979) (A reference disclosing "alkaline
chlorine or bromine solution" embraces a large num
ber of species andcannot be said to anticipate claims
to "alkali metal hypochlorite."); AkzoN.V.v. Interna-
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tional Trade Comm'n, 808 F.2d 1471, 1 USPQ2d
1241 (Fed. Cir. 1986) (Claims to a process for making
aramid fibers using a 98% solution of sulfuric acid
were not anticipated by a reference which disclosed
using sulfuric acid solution but which did not disclose
using a 98% concentrated sulfuric acid solution.). See
MPEP § 2144.08 for a discussion of obviousness in
genus-species situations.

2131.03 Anticipation of Ranges

A SPECIFIC EXAMPLE IN THE PRIOR ART
WHICH IS WITHIN A CLAIMED RANGE AN
TICIPATES THE RANGE

"[W]hen, as by a recitation of ranges or otherwise,
a claim covers several compositions, the claim is
'anticipated' if one of. them is in the prior art." Tita
nium Metals Corp. v. Banner, 778 F.2d 775,
227 USPQ 773 (Fed. Cir. 1985) (citing In re Petering,
301 F.2d676,682, 133 USPQ 275, 280 (CCPA 1962))
(emphasis in original) (Claims to titanium (Ti) alloy
with 0.6"0.9% nickel (Ni) aud 0.2-0.4% molybdenum
(Mo) were held anticipated by a graph in a Russian
article on Ti-Mo-Ni alloys because the graph con
tained an actual data point corresponding to a Ti alloy
containing 0.25% Mo and 0.75% Ni and this compo
sition was within the claimed range of compositions.).

PRIOR ART WHICH TEACHES A RANGE
WITHIN, OVERLAPPING, OR TOUCHING
THE CLAIMED RANGE ANTICIPATES IF THE
PRIOR ART RANGE DISCLOSES THE
CLAIMED RANGE WITH "SUFFICIENT SPEC
IFICITY"

When the prior art discloses a range which touches,
overlaps or is within the claimed range, but no spe
cific examples falling withiu the claimed range are
disclosed, a case by case determination must be made
as to anticipation. In order to anticipate the claims, the
claimed subject matter must be disclosed in the refer
ence with "sufficient specificity to constitute an antic
ipation under the statute." What constitutes a
"sufficient specificity" is fact dependent. If the claims
are directed to a narrow range, the reference teaches a
broad range, and there is evidence of unexpected
results within the claimed narrow range, depending on
the other facts of the case, it may be reasonable to
conclude that the narrow range is not disclosed with

"sufficient specificity" to constitute an anticipation of
the claims. The unexpected results may also render
the claims unobvious. The question of "sufficient
specificity" is similar to that of "clearly envisaging" a
species from a generic teaching. See MPEP
§ 2131.02. A 35 U.S.c. 102/103 combination rejec
tion is permitted if it is unclear if the reference teaches
the range with "sufficient specificity." The examiner
must, in this case, provide reasons for anticipation as
well as a motivational statement regarding obvious
ness. Ex parte Lee 31 USPQ2d 1105 (Bd. Pat. App. &
Inter. 1993) (expanded Board). For a discussion of the
obviousness of ranges see .MPEP § 2144.05.

2131.04 Secondary Considerations

Evidence of secondary considerations, such as
unexpected results or commercial success, is irrele
vant to 35 U.S.C. 102 rejections aud thus cannot over
come a rejection so based. In re Wiggins, 488 F.2d
538, 543, 179 USPQ 421, 425 (CCPA 1973).

2131.05 Nonanalogous Art

"Arguments that the alleged anticipatory prior art is
'nonanalogous art' or 'teaches away from the inven
tion' or is not recognized as solving the problem
solved by the claimed invention, [are] not 'germane'
to a rejection under section 102." Twin Disc, Inc. v.
United States, 231 USPQ 417, 424 (Cl. Ct. 1986)
(quoting In re Self, 671 F.2d 1344, 213 USPQ 1,
7 (CCPA 1982)).

A reference is no less anticipatory if, after disclos
ing the invention, the reference then disparages it. The
question whether a reference "teaches away" from the
invention is inapplicable to an anticipation analysis.
Celeritas Technologies Ltd. v. Rockwell International
Corp., 150 F.3d 1354, 1361,47 USPQ2d 1516, 1522
23 (Fed. Cir. 1998) (The prior art was held to autici
pate the claims even though it taught away from the
claimed invention. "The fact that a modem with a sin
gle carrier data signal is shown to be less than optimal
does not vitiate the fact that it is disclosed."). See also
Atlas Powder Co. v. IRECO, Inc., 190 F.3d 1342,
1349, 51 USPQ2d 1943, 1948 (Fed. Cir. 1999)
(Claimed composition was anticipated by prior art
refereuce that inherently met claim limitatiou of "suf
ficient aeration" even though reference taught away
from air entrapment or purposeful aeration.).
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2132 35 U.S.c. 102(a)

35 U.S.c. 102. Conditions for patentability; noveltyand
lossofrightto patent.

A person shall be entitled to a patent unless -
(a) the invention was known or used by others in this coun

try, or patented or described in a printed publication In this or a
foreign country, before the invention thereof by the applicant for a
patent.

*****

I. "KNOWN ORUSED"

"Known orUsed" Means Publicly Known or Used

"The statutory language 'known or used by others
in this country' (35 U.S.c. § 102(a)), means kIlowl
edge or use which is accessible to the public." Carella
v. Starlight Archery, 804 F.2d 135, 231 USPQ 644
(Fed. Cir. 1986). The kIlowledge or use is accessible
to the public if there has been no deliberate attempt to
keep it secret. W. L. Gore & Assoc. v. Garlock, Inc.,
nl F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983).

See MPEP§ 2128 - § 2128.02 for case law con
cerning public accessibility of publications.

Another's Sale of a Product Made by a Secret
Process Can Be.a 35 U,S.c. I02(il) Public Use if the
Process Catt Be Determined by Examining the
Product

"The norisecret use of a. claimed process in the
usual course of producing articles for commercial pur
poses is a public use." But a secret use of the process
coupled with the sale of the product does not result in
a public use of the process unless the public could
learn the claimed processby examining the product.
Therefore, secret use of a process by another, even if
the product is commercially sold, cannot result in a
rejection under 35 U.S.c. 102(a) if an examination of
the product would.not reveal the process. Id.

n, "IN 'rnrs COUNTRY"

Only Knowledge or Use in the U.S. Can Be Usedin a
35 U.S.c. I02(a) Rejection

The kIlowledge or use relied on in a 35 U.S.c.
102(a) rejection must be knowledge or use "in this
country." Prior knowledge or use which is not present
in the United States, even if widespread in a foreign
country, cannot be the basis of a rejection under

35 U.S.c. 102(a). In re Ekenstam, 256 F.2d 321, 118
USPQ 349 (CCPA 1958). Note that the changes made
to 35 U.S.C. 104by NAFTA (public Law 103-182)
and Urnguay Round Agreements Act (Public Law
103-465) do not modify the meaning of "in this coun
try" as. used in 35 U.S.C. 102(a) and thus "in this
country" still means in the United States for purposes
of 35 U.S.C. 102(a) rejections.

nr, "BY OTHERS"

"Others" Means Any Combination of Authors or
Inventors Different Than the Inventive Entity

The term "others" in 35 U.S.C. 102(a) refers to any
entity which is different from the inventive entity. The
entity need only differ by one person to be "by oth
ers." This holds true for all types of references eligible
as prior art under 35 U.S.C. 102(a) including publicae
tions as well as public kIlowledge and use. Any other
interpretation of 35 U.S.c. 102(a) "would negate the
one year [grace] period afforded under § 102(b)." In
re Katz, 687 F.2d 450,215 USPQ 14 (CCPA 1982) ".

IV. "PATENTED IN THIS OR A FOREIGN
COUNTRY"

See MPEP § 2126 for information on the use of
secret patents as prior art.

2132.01 Publications as 35 U.S.C. 102(a)
Prior Art

35U.S.C. 102(a) PRIMA FACIE CASE IS ESTAB
LISHED IF REFERENCE PUBLICATION IS
''BY OTHERS"

A prima facie case is made out under 35 U.S.C.
102(a) if, within 1 year of the filing date, the inven
tion, or an obvious variant thereof, is described in a
"printed publication" whose authorship differs in any
way from the inventive entity unless it is stated within
the publication itself that the publication is describing
the applicant's work. In re Katz, 687 F.4d 450,
215 USPQ 14 (CCPA 1982). See MPEP § 2128 for
case lawon what constitutes a "printed publication."
Note that when the reference is a U.S: patent pub
lished within the year prior to the application filing
date, a35 U.S:C. 102(e) rejection should be made.
See MPEP § 2136 - § 2136.05 for case law dealing
with 102(e).
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APPLICANT CAN REBUT PRIMA FACIE CASE
BY SHOWING REFERENCE'S DISCLOSURE
WAS DERIVED FROM APPLICANT'S OWN
WORK

Applicant's disclosure of his or her own work
within the year before the application filing date can
not be used against him or her under 35 U.S.c.
102(a). In re Katz, 687 F.2d 450, 215 USPQ 14
(CCPA 1982) (discussed below). Therefore, where the
applicant is one of the co-authors of a publication
cited against his or her application, the publication
may be removed as a reference by the filing of affida
vits made out by the other authors establishing that
the relevant portions of the publication originated
with, or were obtained from, applicant. Such affida
vits are called disclaiming affidavits. Ex parte Hir
schier, 110 USPQ 384 (Bd. App. 1952). The rejection
can also be overcome by submission of a specific dec
laration by the applicant establishing that the article is
describing applicant's own work. In re Katz, 687 F.2d
450,215 USPQ 14 (CCPA 1982). However, if there is
evidence that the co-author has refused to disclaim
inventorship and believes himself or herself to be an
inventor, applicant's affidavit will not be enough to
establish that applicant is the sole inventor and the
rejection will stand. Ex parte Kroger, 219 USPQ 370
(Bd. Pat. App. & Int. 1982) (discussed below). It is
also possible to overcome the rejection by adding the
coauthors as inventors to the application if the
requirements of 35 U.S.C. 116, third paragraph are
met. In re Searles, 422 F.2d 431, 164 USPQ 623
(CCPA 1970).

In In re Katz, 687 F.2d 450, 215 USPQ 14 (CCPA
1982), Katz stated in a declaration that the coauthors
of the publication, Chiorazzi and Eshhar, "were stu
dents working under the direction and supervision of
the inventor, Dr. David H. Katz." The court held that
this declaration, in combination with the fact that the
publication was a research paper, was enough to
establish Katz as the sole inventor and that the work
described in the publication was his own. In research
papers, students involved only with assay and testing
are normally listed as coauthors but are not consid
ered co-inventors.

In Ex parte Kroger, 219 USPQ 370 (Bd. Pat. App.
& Inter. 1982), Kroger, Knaster and others were listed
as authors on an article on photovoltaic power genera
tion. The article was used to reject the claims of an
application listing· Kroger and Rod as inventors.
Kroger and Rod submitted affidavits declaring them
selves to be the inventors. The affidavits also. stated
that Knaster merely carried out assignments and
worked under the snpervision and direction of Kroger.
The Board stated that if this were the only evidence in
the case, it would be established, under In re Katz,
that Kroger and Rod were the only inventors. How
ever, in this case, there was evidence that Knaster had
refused to sign an affidavit disclaiming inventorship
and Knaster had introduced evidence into the case in
the form of a letter to the PTO in which he alleged that
he was a co-inventor. The Board held that the evi
dence had not been fnllydeveloped enough to over
come the rejection. Note that the rejection had been
made under 35 U.S.c. 102(f) but the Board treated the
issne the same as if it had arisen under 35 U.S.C.
102(a). See also case law dealing with overcoming
102(e) rejections ~s presented in MPEP § 2136.05.
Many of the issues are the same.

A 37 CFR 1.131 AFFIDAVIT CAN BE USED TO
OVERCOME A 35 U.S.C. 102(a) REJECTION

When the reference is not a statutory bar under
35 U.S.C. 102(b), (c), or (d), applicant can overcome
the rejection by swearing back of the reference
through the submission of an affidavit under 37 CPR
1.131. In re Foster, 343 F.2d 980, 145 USPQ 166
(CCPA 1965). If the reference is disclosing appli
cant's own work as derived from him or her, applicant
may submit either a 37 CFR 1.131 affidavit to ante
date the reference or a 37 CFR 1.132 affidavit to show
derivation of the reference subject matter from appli
cant and invention by applicant. In re Facius,
408 F.2d 1396, 161 USPQ 294 (CCPA 1969). See
MPEP § 715 for more information on when an affida
vit under 37 CFR 1.131 can be used to overcome a
referenceand what evidence is required.

2133 35 U.S.C. 102(b)

35 U.S.c. 102. Conditions for patentability; novelty and
loss of right to patent

A person shall be entitled to a patent unless -

*****
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(b) the invention was patented or described in a printed pub
lication.in this Of. a foreign country or in public use or on sale in
this country,more than one year prior to the date of application for
patent in the United States. .

*****

THE I-YEAR GRACE PERIOD IS EXTENDED
TO THE NEXT WORKING DAY IF IT WOULD
OTHERWISKEND ON A HOLIDAY OR WEEK
END

Publications, patents, public uses and sales must
occur "more than one year prior to the date of applica
tion for patent in the United States" ill order to bar a
patent under 35 U.S.C. 102(b). However, applicant's
own activity will not bar a patent if the l-year grace
period expires on a Saturday, Sunday, or Federal holi
day and the application's U.S. filing date is the next
succeeding business day. Ex parte Olah, 131 USPQ
41 (Bd. App. 1960). Despite changes to 37 CFR
1.6(a)(2) and 1.10 which require the PTO to accord a
filing date to an application as of the date of deposit as
"Express Mail" with the U.S. Postal Service in accor
dance.with 37 CFR !.lO(e.g., a Saturday filing date),
the rule changes do not affect applicant's concurrent
right to defer the filing of an application until the next
business day when the last day for "taking any action"
falls on a Saturday, Sunday, or a Federal holiday (e.g.,
the last day of the l-year grace period falls on a Satur
day)..

THE I-YEAR TIME BAR IS MEASURED
FROM THE U.S. FILING DATE

If one discloses his or her own work more than I
year before the filing of the patent application, that
person is barred from obtaining a patent. In re Katz,
687 F.2d 450, 454, 215 USPQ 14, 17 (CCPA 1982).
The l-year time bar is measured from the U.S. filing
date. Thus, applicant will be barred from obtaining a
patent if the public came into possession of the inven
tion on a date before the I-year grace period ending
with the U.S. filing date. It does notmatter how the
public carne into possession of the invention: Public
possession could occur by a public use, public sale, a
publication, a patent or any combination of these. In
addition, the prior art need not be identical to the
claimed invention but will bar patentability ifit is an
obvious variant thereof. In re Foster, 343 F,2d 980,
145.USPQ 166 (CCPA 1966). See MPEP § 706.02

regarding the effective U.S. filing date .of anapplica
tion.

2133.01 Rejections of Continuation-In
Part (eIP) Applications

When applicant files a continuation-in-part whose
claims are not supported by the parent application, the
effective filing date is the filing date of the childCll>
Any prior art. disclosing the invention or an obvious
variant thereof having .a critical reference date more
than 1 year prior to the filing date ofthe child will bar
the issuance of a patent under 35 U.S.c. .1OfCb).
Paperless Accounting v. Bay Area Rapid Transit Sys
tem; 804 F.2d 659,665, 231 USPQ649, 653 (Fed. Cir.
1986).

2133.02 Rejections Based on Publications
and Patents

APPLICANT'S OWN WORK WmCH WAS
AVAILABLE TO THE PUBLIC BEFORE THE
GRACE PERIOD MAY BE USED IN A 35 U.S.C.
I02(b) REJECTION

"Any invention described in a printed publication
more than one year prior to the date of a patent
application is prior art under Section 102(b), even if
the printed publication was authored by the patent
applicant." De Graffenried v. United States,
16USPQ2d 1321, 1330 n.7 (Cl. Ct.1990). "Once an
inventor has decided to lift the veil of secrecy from
his [or her] work, he [or she] must choose between the
protection of a federal patent; or the dedication of his
[or her] .idea to the public at large." Bonito Boats, Inc.
v. Thunder Craft Boats, Inc., 489 U.S. 141, 148;
9USPQ2d 1847,1851 (1989).

A35 us.c, I02(b) REJECTION CREATES A.
STATUTORY BAR TO PATENTABILITY OF
THE REJECTEDCLAlMS

A rejection under 35 U.S.C. 102(b) cannot be over
come by affidavits and declarations .under37 CPR
1.131 (Rule 131 Declarations), foreign priority dates,
or evidence that applicant hirriselfinvented the sub
ject matter: Outside the 1-year grace period, applicant
is barred from obtaining a patent containing any antic
ipated or obvious claims. In re Foster, 343 F.2d 980,
984, 145 USPQ 166, 170 (CCPA 1965).
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2133.03 Rejections Based on "Public
Use" or "On Sale"

35 U.S.c. 102(b) "contains several distinct bars to
patentability, each of which relates to activity or dis
closure more than one year prior to the date of the
application. Two of these - the 'public use' and the
'on sale' objectious - are sometimes considered
together although it is quite clear that either may
apply when the other does not." Dart Indus. V. E.I. du
Pont de Nemours & Co., 489· F.2d 1359, 1365,
179 USPQ 392, 396 (7th Cir. 1973). There may be a
public use of an invention abseut any sales activity.
Likewise, there may be a nonpublic, e.g., "secret,"
sale or offer to sell an invention which nevertheless
constitutes a statutory bar. Hobbs v. United States, 451
F.2d 849,859-60,171 USPQ 713, 720 (5th Cir. 1971).

In similar fashion, not all "public use" and "on
sale" activities will necessarily occasion the identical
result. Although both activities affect how an inventor
may use an invention prior to the filing. of a patent
application, "non-commercial" 35 . U.S.c. 102(b)
activity may not be viewed the same as similar "com
mercial" activity. See MPEP § 2133.03(a) and
§ 2133.03(e)(I). Likewise, "public use" activity by
an applicant may not be considered in the same
light as similar "public use" .activity by one other
than an applicant. See MPEP § 2133.03(a)and
§ 2133.03(e)(7). Additionally, the concepts of "com
pletion" and "experimental use" have differing signif
icance in "commercial" and "non-commercial"
environments. See MPEP § 2133.03(c) and
§ 2133.03(e) - § 2133.03(e)(6).

It should be noted that 35 U.S.c. 102(b) may create
a bar to patentability either alone, if the device in pub
lic use or placed on sale anticipates 11 later claimed
invention, or in conjunction with 35 U.S.C. 103, if the
claimed invention would have been obvious from the
device in conjunction with the prior art.: LaBounty
Mfg. v. United States Int'l Trade Comm'n, 958 F.2d
1066, 1071,22 USPQ2d 1025, 1028 (Fed. Cir. 1992).

POLICY CONSIDERATIONS

(A) "One policy underlying the [on-sale] bar is to
obtain widespread disclosure of new inventions to the
public via patents as soon as possible," RCA Corp. v.
Data Gen. Corp., 887 F.2d 1056, 1062, 12 USPQ2d
1449, 1454 (Fed. Cir. 1989).

(B) The public use and on-sale bars are meant to
prevent the inventor from commercially exploiting the
exclusivity of his [or her] invention substantially
beyond the statutorily authorized period. RCA Corp.
v. Data Gen. Corp., 887 F.2d 1056, 1062, 12 USPQ2d
1449, 1454 (Fed. Cir. 1989). See MPEP
§ 2133.03(e)(I).

(C) Another uuderlyiug policy for the public use
aud on-sale bars is to discourage "the removal of
inventions from the public domain which the public
justifiably comes to believe are freely available."
Manville Sales Corp. v. Paramount Sys., Inc.,
917 F.2d 544, 549, 16 USPQ2d 1587, 1591 (Fed. Cir.
1990).

2133.03(a) "Public Use"

ONE USE IN THE PUBLIC DOMAIN BY ONE
PERSON MAY BAR A PATENT

"[T]o constitute the public use of an invention it is
not necessary that more than one of the patent articles
should be publicly used. The use of a great number
may tend to strengthen the proof, but one well defined
case of such use is just as effectual to annul the patent
as many." Likewise, it is not necessary that more than
one person use the invention. Egbert v. Lippmann,
104 U.S. 333, 336 (1881).

PUBLIC KNOWLEDGE IS NOT NECESSARILY
PUBLIC USE UNDER 35 U.s.C. 102(b)

Mere knowledge of the invention by the public
does not warrant rejection under 35 U.S.c. 102(b).
35 U.S.c. 102(b) bars public use or sale, not public
knowledge. TP Labs., Inc., v. Professional Position
ers, Inc., 724 F.2d 965, 970, 220 USPQ 577, 581 (Fed.
Cir. 1984).

Note, however, that public knowledge may provide
grounds for rejection under 35 U.S.C. 102(a). See
MPEP § 2132.

A. Commercial Versus Noncommercial Use and
the Impact of Secrecy

I. "Public Use" and "Non-secret Use" Are Not
Necessarily Synonymons

"Public" is not necessarily synonymous with "non
secret." The fact "that non-secret uses of the device
were made [by the inventor or someone connected
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with the inventor] prior to the critical date is not itself
dispositive of the issue of whether activity barring a
patent under 35 U.S.c. 102(b) occurred. The fact that
the device was not hidden from view may make the
use not secret, bnt nonsecret use is not ipso facto
'public use' activity. Nor, it mllstbe added, is all
secret. use. ipso facto not 'public use' witilin. the
meaning of the statute," if the inventor ismaking
cormnercial use of the invention under circumstances
which preserve its secrecy. TP Labs., Inc .. v. Profes
sionalPositioners, Inc., 724 F.2d965,972,220 USPQ
577, 583 (Fed. Cit. 1983) (citationsomitted).

2. Even If the Invention Is Hidden, Inventor
Who Puts Machine or Article Embodying
the Invention iIl.Public View Is Barred from
Obtaining a Patent as the Invention Is in
Public Use

When the inventor or someone connected to the
inventor puts theinvention on display or sells it, there
is a "public use" within the meaning'0(35 U.S.C.
102(b) even though by its very nature an invention is
completely hid~en from view as .part()fa larger
machine or article, if the invention is otherwise used
in its natural andintendedway and the larger machine
or article is accessible to the public./n re Blaisdell,
242 F.2d 779,783, 113 USPQ.289, 292 (CCPA 19~7);

Hall v. Macneale, 107 U.S.90, 96-97 (1882);E"parte
Kukla, 25 USPQ2d 1387, 1390 (Bd. Pat. App..& Inter.
1992) (Display of equipment including the structural
features of the claimed invention to visitors of labora
tory is public use even though public did not see inner
workings of device. The person to whom the inven
tion is publicly disclosed neednot understand the sig
nificanceaud technical complexities' of the
inventiou.).

3. There Is No Public Use If Inventor Re
strictedUse to Locations WhereThere Was a
Reasonable Expectation of Privacy and the
Use Was for His or Her Own Enjoyment

tor's desk and they discussed it Court held that the
inventor retained control and thus these actions did
not result ina "public use."):

B. Use by Third Parties Deriving the Invention
from Applicant

An Invention Is in Public Use If the Inventor
Allows Another To Use the Invention Without
Restriction or Obligation of Secrecy

. "Public use" of a claimed invention under 35
U.S.c. 102(b) occurs when the inventor allows
another person to use the invention without limitation,
restriction or obligation of secrecy to the inventor."
In re Smith, 714F.2d 1127,1134,218 USPQ 976, 983
(Fed. Cir.1983). The presence or absence of.aconfi
dentialityagreement is not itself determinative of the
public use issue, but is one factor to be considered
along .with the. time, placerand.circumstances of the
use which. show the amount of control the inventor
retained over .the . invention, Moleculon . Research
Corp. v. CBS, Inc., 793 F,2d 1261, 1265, 229USPQ
805, 809 (Fed. Cit. J9.86). See Ex parte <::,
27l)SPQ2d 1492, 1499 (Bd.Pat. App, & Inter, 1992)
(Inventor Sold inventive soybean seeds to growers
who contracted and were paid to plant the seeds to
increase stockfor later sale. The commercial nature of
the use of,the seed coupled with the "on-sale" aspects
ofthecontract and apparent. lack of confidentiality
requirementsrose to the level ofa "public-use" bar.);
Egbertv. Lippmann, 104 U.S. 333,336 (1881) (Public
use found where inventor allowed another .to use
inventive corset insert.jhough hidden from view dur
ing use, .because he did not impose an obligation of
secrecy or restrictions on its use.).

C. . Use by Independent Third Parties

Use by an Independent Third Party Is PublicUse
IfIt Sufficiently "Informs" the Public oftheInven
tion or a Competitor Could Reasonably Ascertain
the Invention

An inventor's private use of the invention, for his or
her own. enjoyment is not a public use.[IJoleculon
Research Corp. v. CBS, Inc., 793 F.2d 1261, 1265,
229 USPQ 805, 809 (Fed. Cir. 1986) (Inventor
showed inventive puzzle to close friends while inhis
dorm room and later the president ofthe company at
which he was working saw the puzzle on 'the inven-

A.ny "nonsecret" use of an invention by sOllleone
unconnected, to the inventor, such as someone who
has .indel?eJ;ldently . made the.' invention, in the
ordinary course' of a business for trade or profit may
be a "public use," Bird Provision Co. v. Owens Coun
try Sausage, Inc.; 568F.2d 369, 374'76, 197 USPQ
134, 138-40 (5th Cit. 1978). Additionally, even a
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"secret" use by another inventor of a machine or pro
cess to make a product is "public" if the details of the
machine or process are ascertainable by inspection or
analysis of the product that is sold or publicly dis
played. Gillman v. Stem, 114 F.2d 28, 46 USPQ 430
(2d Cir. 1940); Dunlop Holdings, Ltd. v. Ram Golf
Corp., 524 F.2d 33, 36-7, 188 USPQ481, 483-484
(7th Cir. 1975). If the ('etails of an inventive process
are not ascertainable from the product sold or dis
played and the third party has kept the invention as a
trade secret then that use is not a public use and will
not bar a patent issuing to someone unconnected to
the user. W:L. Gore & . Assocs. v. Garlock, Inc.,
721 F.2d 1540, 1550,220 USPQ303, 310 (Fed. Cir.
1983). However, a device qualifies as prior art if it
places the claimed features in the public's possession
before the critical date even if other unclaimed
aspects of the device were not publicly available.
Lockwood v.American Airlines, Inc., 41 USPQ2d
1961, 1964'65 (Fed.Cir. 1997) (Computer reservation
system was prior art even though "essential algo
rithms of the SABRE software were proprietary and
confidential and...thoseaspects of the system that
were readily apparent to the public would not have
been sufficient to enable one skilled in the art to dupli
cate the [unclaimed aspects of the] system;"). The
extent that the public becomes "informed" of an
invention involved in public use activity by one other
than an applicant depends upon the factual circum
stances surrounding the activity and how these com'
port with the policies underlying the· Oli sale and
public use bars. Manville Sales Corp. v:.Paramount
Sys., Inc., 917 F.2d 544,549, 16 USPQ2d 1587, 1591
(Fed.Cir. 1990) (quoting King Instrument Corp. v.
Otari Corp., 767 F.2d 833, 860, 226 USPQ 402,406
(Fed. Cir. 1985». By way of example, in an allegedly
"secret" use by a third party other than an applicant, if
a.large number of employees of such a party, who are
not under a promise of secrecy, are permitted unim
peded access to an invention, with affirmative steps
by the party to educate other employees as to the
nature of the invention, the public is "informed."
Chemithon Corp. v. Proctor & Gamble Co., 287 F.
Supp, 291,308,159 USPQI39, 154 (D.Md. 1968),
aff'd., 427 F.2d 893, 165 USPQ 678 (4th Cir. 1970).

Even ifpublic use activity by one otherthan an
applicant is not sufficiently "informing," there may be
adequate grounds upon which to base a rejection

under 35 U.S.C. 102(f) and 35 U.S.c. 102(g). See
Dunlop Holdings Ltd. v. Ram Golf Corp.,524 F.2d 33,
188 USPQ 481 (7th Cir. 1975). See MPEP § 2137
and § 2138.

2133.03(b) "On Sale"

An impermissible sale has occurred if there was a
definite sale, or offer to sell, more than 1 year before
the effective filing date of the U.S. application and the
subject matter of the sale, or offer to sell, fully antici
pated the claimed invention or would have rendered
the claimed invention obvious by its addition to the
prior art, Ferag AG v. Quipp, Inc., 45 F.3d 1562,
1565,33 USPQ2d 1512, 1514 (Fed. Cir. 1995).

I. THE MEANING OF "SALE"

A sale is a contract between parties wherein the
seller agrees "to give and to pass rights of property" in
return for the buyer's payment or promise "to pay the
seller for the things bought or sold." In re Caveney,
761 F.2d 671,676,226 USPQ 1, 4 (Fed. Cir. 1985).

A. Conditional Sale May Bar a Patent

An invention may be deemed to be "on sale" even
though the sale was conditional. The fact that the sale
is conditioned on buyer satisfaction does not, without
more, prove that the sale was for an experimental pur
pose. Strong v General Elec. Co., 434 F.2d 1042,
1046,168 USPQ 8,12 (5th Cir. 1970).

B. Nonprofit Sale May Bar a Patent

A "sale" need not be for profit to bar a patent. If the
sale was.for the commercial exploitation of the inven
tion, it is "on sale" within the meaning of 35 U.S.C.
102(b). In re Dybel, 524 F.2d 1393, 1401, 187 USPQ
593,599 (CCPA 1975) ("Although selling the devices
for a profit would have demonstrated the purpose of
commercial exploitation, the fact that appellant real
ized no profit from the sales does not demonstrate the
contrary.").

C. A Single Sale or Offer To Sell May Bar a
Patent

Even a single sale or offer to sell the invention may
bar patentability under 35 U.S.c. 102(b). Consoli
dated Fruit-Jar Co. v. Wright, 94 U.S. 92, 94 (1876);
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Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d
834,836-37,23 USPQ2d 1481, 1483 (Fed. Cir: 1992).

D. A Sale ofRights IsNot a Sale of the Invention
and Will Not in Itself Bar a Patent

"An assignment or sale of the rights, such as patent
rights, in the invention is not a sale of 'the invention'
within the meaning of section 102(b)." The sale must
involve the delivery of the physical invention itself.
Moleculon Research Corp. v. CBS, InC., 793 F.2d
1261,1265,229 USPQ 805, 809 (Fed. Cir.1986).

E. Buyer Must Be Uncontrolled by the Seller or
Offerer

A sale or offer for sale must take place between
separate entitieS. In re Caveney, 761 F.2d 671, 676,
226 USPQ 1,4 (Fed. Cir. 1985). "Where the parties to
the alleged sale are related, whether there is a statu
tory bar depends on whether the seller so controls the
purchaser that the invention remains out of the pub
lic's hands; Ferag AG v. Quipp, Inc., 45 F.3d 1562,
1566, 33 USPQ2d 1512, 1515 (Fed. Cir. 1995)
(Where the seller is a parent company of the buyer
company, but the President of the buyer company had
"essentially unfettered" management authority over
the operations of the 'buyer company, the sale was a
statutory bar.).

II. OFFERS FOR SALE

A. Rejected or Unreceived Offer for Sale Is
. Enough To Bar a Patent

Since the statute creates a bar when an invention is
placed "on sale," a mere offer to sell is sufficient com
mercial activity to bar a patent. In re Theis, 610 F.2d
786, 791, 204 USPQ 188, 192 (CCPA 1979). Even a
rejected offer may create an on sale bar. UMC Elecs.
v. United States, 816 F.2d 647, 653, 2 USPQ2d 1465,
1469 (Fed. Cir. 1987). In fact, the offer need not even
be actually received by a prospective purchaser.
Wende v. Horine, 225 F. 501 (7th Cir. 1915).

B. Delivery ofthe Offered Item Is Not Required

"It is not necessary that a sale be consummated for
the bar to operate:" Buildex v. Kason Indus., Inc.,
849 F.2d 1461, 1463-64, 7 USPQ2d 1325, 1327-28
(Fed. Cir. 1988) (citations omitted). See also Weath
erchem Corp. v. J.L. Clark lnc., 163 F.3d 1326, 1333,

49 USPQ2d 1001, 1006-07 (Fed. Cir. 1998) (A signed
purchase .agreement prior to the critical date consti
tuted a commercial offer; it was immaterial that there
was no delivery of later patented caps and no
exchange of money until after critical date.),

C. Seller Need Not Have the Goods "On Hand"
when the Offer for Sale Is Made

Goods need not be "on hand" and transferred at the
time of the sale or offer. The date of the offer for sale
is the effective date of the "on sale" activity. J. A. La
Porte, Inc. v. Norfolk Dredging Co., 787 F.2d 1577,
1582, 229 USPQ 435, 438 (Fed. Cir. 1986). However,
the invention must be complete and "ready for pat
enting" (see MPEP § 2133.03(c)) before the critical
date. Pfaff v. Wells Elecs., Inc. , 525 U.S. 55, 67,
119S.Ct. 304, 311-12, 48 USPQ2dl641, 1647
(1998). See also Micro Chemical, Inc. v. Great Plains
Chemical Co" 103 F.3d 1538, 1545, 41 USPQ2d
1238,1243 (Fed. Cir.1997) (The on-sale bar was not
triggered by an offer to sell because the inventor "was
not close to completion of the invention at the time of
the alleged offer and had not demonstrated a high
likelihood that the invention would work for its
intended purpose upon completion."); Shatterproof
Glass Corp. v. Libbey-Owens Ford Co., 758 F.2d 613,
225 USPQ 634 (Fed. Cir. 1985) (Where there was no
evidence that the samples shown to the potential cus
tomers were made by the new process and apparatus,
the offer to sell did not rise to the level of an on sale
bar.), Compare Barmag Barmer Maschinenfabrik AG
v. Murata Mach., Ltd., 731 F.2d 831, 221 USPQ 561
(Fed. Cir. 1984) (Where a "make shift" model of the
inventive product was shown to the potential purchas
ers in conjunction with the offer to sell, the offer was
enough to bar a patent under 35 U.S.C. 102(b).).

III. SALE BY INVENTOR, ASSIGNEE OR
OTHERS ASSOCIATED WITH THE IN
VENTOR IN THE COURSE OF BUSINESS

A. Sale Activity Need Not Be Public

Unlike questions of public use, there is no require
ment that "on sale" activity be "public." "Public" as
used in 35 U.S.C. 102(b) modifies "use" only. "Pub
lic" does not modify "sale." Hobbs v. United States,
451 F.2d 849, 171 USPQ 713,720 (5th Cir, 1971).

2100-79 August 2001



2133.03(c) MANUAL OF PATENT EXAMINING PROCEDURE

B. Inventor's Consent to the Sale Is Not a
Prerequisite To Finding an On Sale Bar

If the invention was placed on sale by a third party
who obtained the invention from the inventor, a patent
is barred even if the inventor did not consent to the
sale or have knowledge that the invention was embod
ied in the sold article. Electric Storage Battery Co. v.
Shimadzu, 307 U.S. 5, 41 USPQ 155 (1938); In re
Blaisdell. 242 F.2d 779, 783, 113 USPQ 289, 292
(CCPA 1957); CTS Corp. v. Electro Materials Corp.
of America, 469 F. Snpp. 801, 819, 202 USPQ 22,
38 (S.D.N.Y. 1979).

C. Objective Evidence ofIntent To Sell Is Needed

In determining if a sale or offer to sell has occurred
a key question to ask is whether, under the totality of
the circumstances, the inventor placed his or her
invention on sale, objectively manifested by a sale or
offer for sale of a product that embodies the invention
claimed in the application. Objective evidence such as
a description of the inventive product in the contract
of sale or in another communication with the pur
chaser controls over an uncommunicated intent by the
seller to deliver the inventive product under the con
tract for sale. Ferag AG v. Quipp, Inc., 45 F.3d 1562,
1567, 33 USPQ2d 1512, 1516 (Fed. Cir. 1995) (On
sale bar found where initial negotiations and agree
ment containing contract for sale neither clearly spec"
ified nor precluded use of the inventive design but an
order confirmation more than 1 year prior to filing of
patent application for the inventive design did specify
use of inventive design.). The purchaser need not
have actual knowledge of the invention for it to be on
sale. "For example, merely offering to sell a product
by way of an advertisement or invoice may be evi
dence of a definite offer for sale or a sale of a claimed
invention even though no details are disclosed. That
the offered product is in fact the claimed invention
may be established by any relevant evidence, such as
memoranda, drawings, correspondence, and testi
mony of witnesses." RCA Corp. v. Data Gen. Corp.,
887 F.2d 1056, 1060, 12 USPQ2d 1449, 1452 (Fed.
Cir. 1989). However, "what the purchaser reasonably
believes the inventor to be offering is relevant to
whether, on balance, the offer objectively may be said
to be of the patented invention." Envirotech Corp. v.
Westech Eng'g, Inc., 904 F.2d 1571, 1576,

15 USPQ2d 1230, 1234 (Fed. Cir. 1990) (Where a
proposal to supply a general contractor with a product
did not mention a new design but, rather, referenced a
prior art design, the uncommunicated intent of the
supplier to supply the new design if awarded the con
tract did not constitute an "on sale" bar to a patent on
the new design, even though the supplier's bid
reflected the lower cost of the new design.).

IV. SALES BY INDEPENDENT THIRD PAR
TIES

A. Sales or Offers for Sale by Independent Third
Parties Will Bar a Patent

Sale or offer for sale of the invention by an inde
pendent third party more than 1 year before the filing
date of applicant's patent will bar applicant from
obtaining a patent. "An exception to this rule exists
where a patented method is kept secret and remains
secret after a sale of the unpatented product of the
method. Such a sale prior to the critical date is a bar if
engaged in by the patentee or patent applicant, but not
if engaged in by another." In re Coveney, 761 F.2d
671,675-76,226 USPQ 1, 3-4 (Fed. Cir. 1985).

B. Nonprior Art Publications Can Be Used as
Evidence of Sale Before the Critical Date

Abstracts identifying a product's vendor containing
information useful to potential buyers such as whom
to contact, price terms, documentation, warranties,
training and maintenance along with the date of prod
uct release or installation before the inventor's critical
date may provide sufficient evidence of prior sale by a
third party to support a rejection based on 35 U.S.C.
102(b) or 103. In re Epstein, 32 F.3d 1559,
31 USPQ2d 1817 (Fed. Cir. 1994) (Examiner's rejec
tion was based on nonprior art published abstracts
which disclosed software products meeting the
claims. The abstracts specified software release dates
and dates of first installation which were more than
1 year before applicant's filing date.).

2133.03(c) The "Invention"

35 V.S.c. 102. Conditions for patentability; novelty and
lossof righttopatent.

A person shall be entitled to a patent unless -

*****
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(b) the inventionwas .. .in public use or on salein.this coun
try, more than one -year prior to the date of the application for
patent in the United States

*****
(Emphasis added),

I. LEVEL OF COMPLETENESS REQUIRED

The level of completion required likely will differ
in cases of "public use" which are not intertwined
with a sale. UMC Elecs. Co. v. United States, 8l6F.2d
647, 6~2 n.6, 2 USPQ2d 1465, 1468 n.6 (Fed. Cir.
1987). The courtdecisions do not address the level
required in pure, "public use" cases but it is unlikely
that the inyention can be publicly used without a
working embodiment. The case law presentedbelow
is directed to "on sale" situations.

The Invention MustBe "Ready for Patenting" at the
Time ofthe Sale

In Pfaffv. Wells Elecs., Inc., 119 S.Ct. 304, 311-12,
48 USPQ2d 1641, 1647 (1998), the Supreme Court
enunciated a two-prong test for determining whether
an invention was "on sale" within the meaning of
35 U.S.C. 102(b) even if it has not yet been reduced to
practice. "[T]he oil-sale bar applies when twocondi
tions are sati~fied before the critical date [more than
one year before the effective filing date of the U.S.
application]. First, the product must be the subject of
a commercial offer for sale.... Second, the invention
must be ready for patenting." Pfaff, 119S.~t. at 311
12, 48 USPQ2d at 1646-47. "Ready for patenting,"
the second prong of the Pfaff test, "may be satisfiedin
at least two ways: by proof of reduction to practice
before the critical' date; or by proof that prior to the
critical date the inventor had prepared drawings or
other descriptions of the invention that were suffi
ciently specific to enable a Person skilled in the art to
practice the invention;" Pfaff, 199 S.C!. at 311-12, 48
USPQ2d at 1647 (The patent was held invalid
because the invention for a computer chip socket was
"ready for patenting" when it was offered for sale
more than one year prior to the application filing date.
Even though the invention had not yet been reduced
to practice, the manufacturer was able to produce the
claimed computer chip sockets using the inventor's
detailed drawings and specifications, and those sock
ets contained all elements of invention claimed in the
patent.), See also Weatherchem Corp. v. J.LClark

Inc., 163 F.3d 1326, 1333, 49USPQ2d 1001, 1006-07
(Fed. Cir. 1998) (The invention was held "ready for
patenting" since the detailed drawings of.plastic dis
pensing caps offered for sale "contained.each Iimita
tion of the claims and were sufficiently specific to
enable person skilled in art to practice the inven
tion".).

If the invention was actually reduced to practice
before being sold or offered for sale more than 1 year
before filing of the application, a patent will be
barred. Vanmoor v. Wal-Mart Stores, Inc., 201 F.3d
1363, 1366-67, 53 USPQ2d 1377,1379 (Fed.Cir.
2000) ("Here the pre-critical date sales were of com
pleted cartridges made to specifications thatremained
unchangedto the present day, showingthat any inven
tion embodied in the accused cartridges was reduced
to practice before the critical date. The Pfaffready for
patenting condition.is also satisfied because the speci
fication drawings, available prior to the critical,date,
were actually used to produce the accused car
tridges."); In re Hamilton, 882 F.2d 1576, 1580,
11 USPQ2d 1890, 1893 (Fed. Cir.1989). "Ifa product
that is offered for sale inherently possesses each of the
limitations of the claims, then the, invention is on sale,
whether or not the parties to the,transaction recognize
that the product possesses the claimed characteris
tics." Abbott Laboratories v. Geneva Pharmaceuti
cals, Inc., 182 F.3d 1315, 1319, 51 uSPQ2d 1307,
1310 (Fed. Cir. 1999) (Claim for a particular anhy
drous crystallineform of a pharmaceutical compound
was held invalid under the on-sale bar of 35 U.S.C.
102(b), even though the parties to the U.S. sales of the
foreign manufactured compound did not know the
identity of the particular crystalline form.); STXLLC.
v. Brine Inc., 2H F.3d 588, 591, 54USPQ2d 1347,
1350 (Fed. Cir, 2000) (Claim for a lacrosse stick was
held invalid under the on-sale bar despite the argu
ment that it was not known at the time of sale whether
the sticks possessed the recited "improved playing
and handling characteristics." "Subjective, qualities
inherent in aproduct, such as 'improved playing and
handling' , cannot serve as an escape hatch to circum
vent an on-sale bar."). Actual reduction topractice in
the context of anon-sale bar issue usually requires
testing under actual working conditions in such a way
as to demonstrate the practical utility,of an invention
for its intended,purposebeyond the probability of fail
ure, unless by virtue of the very simplicity. of an
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invention its practical operativeness is clear. Field v;
Knowles, 183 F.2d 593, 601, 86 USPQ 373, 379
(CCPA 1950); Steinberg v. Seitz; 517 F.2d 1359, 1363,
186 USPQ 209, 212 (CCPA 1975).

The invention need not be ready for satisfactory
coinmercial marketing for sale to bar a patent. Atlan
tic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834,
836-37,23 USPQ2d 1481, 1483 (Fed. Cit. 1992).

II. INVENTOR HAS SUBMITTED A 37 CFR
1.131 AFFIDAVIT OR DECLARATION

Affidavits or declarations submitted under 37 CPR
1.131 to swear behind a reference may constitute,
among other things, an admission that an invention
was "complete" more than 1 year before the filing of
an application. See In re Foster, 342 F.2cl 980, 987
88, 145 USPQ 166, 173 (CCPA 1965); Dart Indus. v.
E.!. duPont de Nemours & Co., 489 F.2d 1359, 1365,
179 USPQ 392, 396 (7th Cir. 1973). Also see MPEP
§ 715.10.

2133.03(d) "In This Country"

For purposes of judging the applicability of the
35 U.S.C. 102(b) bars, public use or on sale activity
must take place in the United States. The "on sale" bar
does not generally apply where both manufacture and
delivery occur in a foreign country. Gandy v. Main
Belting Co., 143 U.S. 587, 593 (1892). However, "on
sale" status can be found if substantial activity prefa
tory to a "sale" occurs in the United States. Robbins
Co. v. Lawrence Mfg. Co., 482 F.2d 426, 433, 178
USPQ 577, 583 (9th Cir. 1973). An offer for sale,
made or originating in this country, may be sufficient
prefatory activity to bring the offer within the terms of
the statute, even though sale and delivery take place in
a foreign country. The same rationale applies to an
offer by a foreign manufacturer which is communi"
cated to a prospective purchaser in the United States
prior to the critical date. CTS Corp. v. Piher Int'l
Corp., 593 F.2d 777,201 USPQ 649 (7th Cir. 1979).

2133.03(e) Permitted Activity;
Experimental Use

The basic test is that experimentation must be the
primary purpose and any commercial exploitation
must be incidental.

If the use or sale was experimental, there is no bar
under 35 U.S.C. 102(b)."A use or sale is experimen
tal for purposes of section 102(b) if it represents a
bona fide effort to perfect the invention or to ascertain
whether it will answer its intended purpose....If any
commercial exploitation does occur, it must be merely
incidental to the primary purpose of the experimenta
tion to perfect the invention." LaBounty Mfg. v.
United States Int'l Trade Comm'n, 958 F.2d 1066,
1071,22 USPQ2d 1025, 1028 (Fed. Cir. 1992) (quot
ing Pennwalt Corp. v. Akzona Inc., 740 F.2d 1573,
1581, 222 USPQ 833, 838 (Fed. Cir. 1984». "The
experimental use exception... does not include market
testing where the inventor is attempting to gauge con
sumer demand for his claimed invention. The purpose
of such activities is commercial exploitation and not
experimentation." In re Smith, 714 F.2d 1127, 1134,
218 USPQ 976, 983 (Fed. Cit. 1983).

2133.03(e)(1) Commercial Exploitation

THERE MUST BE NO ATTEMPT AT MARKET
PENETRATION BEFORE THE CRITICAL
DATE

A strong policy of the on sale and public use bars is
the prevention of inventors from exploiting their
inventions commercially more than 1 year prior to the
filing of a patent application. Therefore, if applicant's
precritical date activity is, at any level, an attempt at
market penetration, a patent is barred. Thus, even if
there is bona fide experimental activity, an inventor
maynot commercially exploit an invention more than
1 year prior to the filing date of an application. In re
Theis, 610 F.2d 786, 793, 204 USPQ 188, 194 (CCPA
1979).

THE COMMERCIAL ACTIVITY MUST LE
GITIMATELY ADVANCE DEVELOPMENT OF
THE INVENTION TOWARDS COMPLETION

As the degree of commercial exploitation surround"
ing 35 U.S.C. 102(b) activity increases, the burden on
an applicant to establish clear and convincing evi
dence of experimental activity with respect to a public
use becomes more difficult. Where the examiner has
found a prima facie case of a sale or an offer to
sell, this burden will rarely be met unless clear
and convincing necessity for the experimentation is
established by the applicant. This does not mean, of
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course, that there are no circumstances which would
permit alleged experimeutal activityiu an atmo~phere

of commercial exploitation. In certain circumstances,
even a sale may be necessary to Iegltimately advance
the experimental devel0j:lment of aninvention if'.the
primary purpose of the sale is eXj:lerimental. In re
Theis, 610 F.2d 786,793,204 USPQ 188, 194 (CCPA
1979); Robbins Co. v. Lawrence Mfg. Co., 482 F.2d
426,433, 178 USPQ 577, 582 (~th Cir .. 1\)73). flow
ever, careful scrutiny by the examiner of the objective
factual circumstances surrounding such a sale is
essential.See Ushak~.ffv.UnitedStates,327 F.2d669,
140 USPQ 341 (Ct.CI. 1964); Cloud v,, Standard
Packaging Corp., 37(i F.2d 384, 153:uSPQ 317 (7th
Cir. 1967).

SIGNIFICANT FACTORS INDICATIVE OF
"COMMERCIAL EXPLOITATION"

As discussed in MPEP § 2133.03, a policy consid
eration in questions of 35 U.S.c. 102(b) activity is
premature "commercial exploitation" ofa "com
pleted" or "ready for patenting" invention (see MPEP
§ 2133.03(c». The extent of commercial activity
which constitutes 35 U.S.C. 102(b) "on sale" status
depends upon the ,circumstances of the activity, .the
basic indicator being the. subjective .intent of the
inventor as manifested through objective evidence.
The following activities should be used by the exam-
iner as indicia of this subjective intent: .

(A) Preparation of various contemporaneous
"commercial" documents, e.g., .orders;. invoices,
receipts, delivery schedules, etc.;

(B) Preparation of price lists (Akron Brass. (;0. v.
Elkhart Brass Mfg. c«. 353 F.2d 704, 709, ~47 VSPQ
301,305 (7th Cir. 1965) and distribution of price quo
tations (Amphenol Corp. v. General. Time Corp., 158
USPQ 113, 117 (7th Cir.1968»;

(C) Display of samples to prospective customers
(Cataphote Corp. v. DeSoto Chemical Coatings, Inc.,
356 F.2d 24, 27, 148 USPQ 527, 529 (9th Cir. 1966)
mod. on other grounds, 358 F.2d 732, 149 USPQ 159
(9th Cir.), cert. denied, 385 U.S. 832 (1966); Chi.
copee Mfg. Corp. v. Columbus Fiber Mills Co., ·165
F.Supp. 307, 323-325, 118 USPQ 53,65-67 (M.D,Ga.
1958»;

(D) Demonstration of models or prototypes (Gen
eral Elec. Co. v. United States, 206 USPQ 260, 266
67 (Ct. Cl. 1979); Red Cross Mfg. v. Taro Sales Co.,

525 F.2d 1135,1140, 188USPQ241, 244-45(7thCir.
1975);'PhilcoCorp. v.Admiral Corp., 199 F. Supp.
797,815-16,131 USPQ 413,429-30 (D.Del. 1961»,
especially.rat trade conventions (InterRoyal Corp.v.
Simmons Co., 204 USPQ 562, 563-65 (S.D. N.Y.
1979», and even though no orders are actually
obtained (Monogram Mkv. F;& H.Mfg.,144 F.2d
412,62 USPQ 409, 412(~th Cir. 19;14»;

(E) Use of an invention where an admission fee is
charged (In re Josseral'ld, 188 F.2d 486, 491, 89
USPQ 371, 376 (CCPA1951); Greenewalt v. Stanley,
54 F.2d195, 12 USPQ 122 (3d Cir. 1931»; and

(F) Advertising in publicity releases.ibrochures,
and various periodicals (In re Theis, 610 F.2d 786,
792 n.6,204USPQ 188, 193 n. 6 (CCPA 1979); biter
Royal Corp. v. Simmons Co., 204 USPQ 562, 564-66
(S.D.N.Y.1979); Akron Brass, Inc.' v. Elkhart Brass
Mfg., Inc., 353 F.2d 704,709, 147VSPQ 301, 305
(7th Cir, 1965);Tucker Aluminum Prods. v. Grossman;
312 .F.2d 393, 394, 136 USPQ 244,245 (9th Cir.
1963».

Theabove activities may be determinative of "com-,
mercial exploitation" even though:

(A) Prices are estimated rather than established,
(B) No commercial production runs. have been

made, and.
(C) The invention is never actually sold . Chroma

lloyAm•. Corp.. v. Alloy Surfaces Co., 339 F. Supp.
859,869,173 USPQ 295, 301-02 (D.Del. 1972).

213~.03(e)(2).,Intent

"When sales are made in an ordinary commercial
environment and the goods are placed outside' the
inventor's control, an inventor's secretly held subjec
tive intent \?'experiment,' even iftrue, is unavailing
without objective evidence to support the. co~t~~tion.
Undersuch drcuiUstances, the customer ~t .a mini
muiU must be made aware of the experiiUentation."
LaBounty Mfg., Inc. v. United States Int'l Trade
Comm'n',958F.2d 1066,1072, 22 USPQ2d1025,
1029 (Fed. Cir. 1992) (quoting .. Harrington Mfg. Co.
v. Powell Mfg. Co., 815 F.2d 1478, 1480 n.3,
2 USPQ2d 1364, 1366 n.3 (Fed. Cir. 1986); Paragon
Podiatry 'Laboratory, -Inc: v.KLM 'Labs.; Inc., 984
F.2d 1182, 25 USPQ2d 1561 (Fed. Cir. 1993) (Para
gon sold the inventive units. to the trade as completed
devices without any disclosure to either doctors or
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patients of their involvement in alleged testing. Evi
dence of the inventor's secretly held belief that the
units were riot durable and may not be satisfactory for
consumers was not sufficient, alone, to avoid a statu
tory bar.),

2133.03(e)(3) "Completeness" of
the Invention

EXPERIMENTAL USE ENDS WHEN THE IN
VENTION IS ACTUALLY REDUCED TO
PRACTICE

Experimental use "means perfecting or completing
an invention to the point of determining that it will
work for its intended purpose:' Therefore, experimen
tal use "ends with an actual reduction to practice."
RCA Corp. v. Data Gen. Corp., 887 F.2dI056, 1061,
12 USPQ2d 1449, 1453 (Fed. Cir. 1989). If the exam
iner concludes from the evidence of record that an
applicant was satisfied that an invention was in fact
"complete," awaiting approval by the applicant from
an organization such as Underwriters' Laboratories
will not normally overcome this conclusion. Inter
Royal Corp. v. Simmons Co., 204 USPQ 562, 566
(S.D.N.Y. 1979); Ski! Corp. v. Rockwell Manufactur
ing Co., 358 F. Supp. 1257,1261, 178 USPQ 562,565
(N.D.IlI. 1973),ajJ'd. in part, rev'd in part sub nom.
Ski! Corp. v. Lucerne Products Inc., 503 F.2d 745, 183
USPQ 396, 399 (7th Cir. 1974), cert. denied, 420 U.S.
974, 185 USPQ 65 (1975). See MPEP§ 2133.03(c)
for moreinformation of what constitutes a "complete"
invention.

Thefactthat alleged experimental activity does not
lead to specific modifications or refinements of an
invention is evidence, although not conclusive evi
dence, that such activity is not within the realm per
mitted by the statute. This is especially the case where
the evidence of record clearly demonstrates to the
examiner that an invention was considered "com
plete" by an inventor at the time of the activity. Nev
ertheless, any modifications or refinements which did
result from such experimental activity must at least be
a feature of the claimed invention to be of any proba
tive value. In re Theis, 610 F.2d 786,793,204 USPQ
188,194 (CCPA 1979).

DISPOSAL OF .PROTOTYPES

Where a prototype of an invention has been dis
posed of by. an inventor before the critical date,
inquiry by the examiner should focus upon the intent
of the inventor and the reasonableness of the disposal
under all circumstances. The fact that an otherwise
reasonable disposal of a prototype involves incidental
income is not necessarily fatal. In re Dybel, 524 F.2d
1393, 1399, n.5, 187 USPQ 593, 597 n.5 (CCPA
1975). However, if a prototype is considered "com
plete" byan inventor and all experimentation on the
underlying invention has ceased, unrestricted disposal
of the prototype constitutes a bar under 35 U.S.C.
102(b). In re Blaisdell, 242 F.2d 779, 113 USPQ 289
(CCPA 1957); contra, Watson v. Allen, 254 F.2d 342,
117 USPQ 68 (D.C. Cir. 1958).

2133.03(e)(4) Factors Indicative of an
Experimental Purpose

The Court in City ofElizabeth v. American Nichol
son Pavement Co., 97 U.S. 126 (1878) found several
factors persuasive of experimental activity:

(A) the nature of the invention was such that any
testing had to be to some extent public;

(B) testing had to be for a substantial period of
time;

(C) testing was conducted under the supervision
and control of the inventor; and

(D) the inventor regularly inspected the invention
during the period of experimentation.

Supreme Court decisions subsequent to City of
Elizabeth identify other significant factors which may
be determinative of experimental purpose:

(E) extent of any obligations or limitation placed
on a user during a period of experimental activity, as
well as the extent of an testing actually performed
during such period (Egbertv. Lippmann, 104 U.S. 333
(1881»;

(F) conditional nature of any sale associated with
experimental activity (Hall v. Macneale, 107 U.S. 90
(1882»; and

(G) length of time and number of cases in which
experimental activity took place, viewed in light of
what was reasonably necessary for an alleged experi
mental purpose (International Tooth Crown Co. v.
Gaylord, 140 U.S. 55 (1891».
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Other judicial opiuious have supplemented these
factors by looking to the extent of any:

(H) explicit or implicit obligations placed upon a
user to supply an inventor with the results of any test
ing conducted during an experimental period and the
extent of inquiry made by the inventor regarding the .
testing (Monon Corporation v. Stoughton Trailers,
239 E3d 1253, 57 USPQ2d 1699 (Fed. Cir. 2001);
Robbins Co. v. Lawrence Mfg. Co., 178 USPQ577,
583 (9th Cir. 1973»;

(1) disclosure by an inventor to a user regarding
what the inventor considers as unsatisfactory opera
tion of the invention (In re Dybel, 524 F.2d 1393,
1401, 187 USPQ 593, 599 (CCPA 1975»;

(J) effort on the part of an inventor to retrieve
any experimental samples at the end of an experimen
tal period (Monon Corporation v. Stoughton Trailers,
239 E3d 1253,57 USPQ2d 1699 (Fed. Cit. 2001);
Omark Indus. v. Carlton Co., 458 ESupp. 449, 454,
201 USPQ 825, 830 (D.Ore. 1978»; and

(K) a doctor-patient relationship where the inven
tor/doctor conducted the experimentation (TP Labs.
Inc. v. Professional Positioners, Inc., 724 E2d 965,
971,220 USPQ 577, 582 (Fed. Cir. 1984).

Summarizing the above, once alleged experimental
activity is advanced by an applicant to explain a
prima fade case under 35 U.S.C. 102(b), the exam
iner must determine whether the scope and length of
the activity were reasonable in term.s of the experi
mental purpose intended by the applicant and the
nature of the subject matter involved. No one of, or
particular combination of, factors (A) through (K) is
necessarily determinative of this purpose.

2133.()3(e)(5) Experimentation and Degree
of Supervision and Control

THE INVENTOR MUST MAINTAIN SUFFI
CIENT CONTROL OVER THE INVENTION
DURING TESTING BY THIRD PARTIES

As discussed with reference to City of Elizabeth v.
American Nicholson Pavement Co., 97 U.S. 126
(1878), a siguificant determinative factor in questions
of experimental purpose is the extent of supervision
and control maintained by an inventor over an inven
tionduring an alleged period of experimentation.
Once a period of experimental activity has ended and

supervision and control has been relinquished by an
inventor without any restraints on subsequent use of
an invention, an unrestricted subsequent use of the
invention isa 35 U.S.c. 102(b) bar. In re Blaisdell,
242 F.2d 779, 784, 113 USPQ 289, 293 (CCPA 1957).

2133.03(e)(6) Permitted Experimental
Activity and Testing

DEVELOPMENTAL TESTING IS PERMITTED

Testing of an invention in the normal context of its
technological development is generally within the
realm of permitted experimental activity. Likewise,
experimentation to determine utility, as that term is
applied in 35 U.S.c. 101, may also constitute permis
sible activity. See General Motors Corp. v. Bendix
Aviation Corp., 123 E Supp. 506, 521, 102 USPQ 58,
69 (N.D.1nd. 1954). For example, where an invention
relates to a chemical composition with no knownutil
ity, i.e., a patentapplication for the composition could
not be filed (35 U.S.c. 101; 35 U.S.c. 112, first para
graph), continued testing to find utility would likely
be permissible under 35 U.S.c. 102(b), absent a sale
of the composition or other evidence of commercial
exploitation.

MARKET TESTING IS NOT PERMITTED

Experiuientation to determine product acceptance,
i.e., market testing, is typical of a trader's and not an
inventor's experiment and is thus not within the area
of permitted experimental activity. Smith & Davis
Mfg. Co. v. Mellon, 58 E 705, 707 (8th Cir. 1893)
Likewise, testing of an invention for the benefit of
appeasing a customer, or to conduct "minor 'tune up'
procedures not requiring an inventor's skills, but
rather the skills of a competent technician," are also
not within the exception. In re Theis, 610 E2d 786,
793,204 USPQ 188, 193-94 (CCPA 1979).

EXPERIMENTAL ACTIVITY IN THE CON
TEXT OF DESIGN APPLICATIONS

The public use of an ornamental design which is
directed toward generating consumer interest in the
aesthetics of the design is not an experimental use. In
re Mann, 861 E2d 1581, 8 USPQ2d 2030 (Fed. Cit.
1988) (display of awrought iron table at a trade show
held to be public use). However, "experimentation
directed to functional featnres of a product also con-
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taining anomamental design may negate what other
wise would be considered a public use within the
meaning of section 102(b)." Tone Brothers, Inc. v.
Sysco Corp., 28 F.3d 1192, 1196, 31 USPQ2d 1321,
1326 (Fed. Cir. 1994) (A study wherein students eval
uated the effect of the functional features .of a spice
container design may be considered an experimental
use.).

2133;03(e)(7) Activityof an Independent
Third Party Inventor

EXPERIMENTAL USE EXCEPTION IS PER·
SONAL TO AN APPLICANT

The statutory bars of 35 U.S.C. 10:2(b) are applica
ble even though public use or on sale activity is by a
party other than an applicant. Where an applicant pre
sents evidence of experimental activity by such other
party, the evidence will not overcome the prima facie
case under 35U.S.C. 102(b) based upon the activity
ofsuch party unless the activity was under the super
vision and control of the applicant. Magnetics v.
Arnold Eng'gCo., 438 F.2d 72, 74, 168USPQ 392,
394 (7th Cit. 1971), Bourne v. Jones, 114 F.Supp. 413,
419, 98 USPQ 206, 210 (S.D. Fla. 1951), aff'd.,
207 F.2d173, 98 USPQ 205 (5th Cir. )953), cert..
denied, 346 U.S. 897, 99 USPQ 490 (1953); contra,
Watson v. Allen, 254 F.2d 342, 117lJSPQ 6~ (D.C.Cit.
1957). In other words, the experimental use activity
exception is personal to an applicant.

2134 3SlJ.s.C.102(c)

35 U.S.C. 102. Conditions for patentability; novelty and
loss of right.to patent.

A person shall be entitled to a patent unless -

*****
(c) he has abandoned the invention.

*****

UNDER 35 U.S,CI02(c), AN ABANDONMENT
MUST BE INTENTIONAL

"Actual abandonment under 35 ·U.S.C. 102(c)
requires that the inventor intend to abandon the inven
tion, and intent can be implied from the inventor's
conduct with respect.ro-thejnvention. In re Gibbs,
437 F.2d 486, 168 USPQ 578 (CCPA 1971). Such
intent to abandon the invention will not be imputed;

and every reasonable doubt should be resolved in
favor of the inventor." Ex parte Dunne, 20 USPQ2d
1479 (Bd. Pat. App. & Inter. 1991).

DELAYIN MAKING FIRST APPLICATION

Abandonment under 35 U.S.c. 102(c)requires a
deliberate.. though not necessarily express, surrender
of any rights toa patent. To abandon the invention the
inventor must intend a dedication to the public. Such
dedication may be either express-or implied, by
actions or inactions of the inventor. Delay alone is not
sufficient to infer the requisite intent to abandon.
Moore v. United States, 194 USPQ 423, 428 (Ct. Cl.
1977) (The drafting and retentionin his own files of
twopatent applications by invento~ indicates an intent
to retain his invention; delay in filing the applications
was .not sufficient to establish abandonment); but see
Davis Harvester Co., Inc. v. Long Mfg. Co., 252F.
Supp.989, 1009-10, 149 USPQ 420, 435-436 (E.D.
N.C. 1966) (Where the inventor does nothing over a
period of time to develop or patent his invention, ridi
culesthe attempts of another to develop that invention
and begins to show active interest in promoting and
developing his invention ouly after successful market
ing by another ofa device embodying that invention,
the inventor has abandoned his invention under
35 U.S.C. 102(c).).

DELAy IN REAPPLYING FOR PATENT AFTER
ABANDONMENT OF PREVIOUS PATENT AP·
PLICATION

Where there is no evidence of expressed intent or
conduct by inventor to abandon his invention, delayin
reapplying for patent after abandonment of a previous
application does not constitute abandonment under 35
U.S.C.102(c)'. Petersen v. Fee In!'l, Ltd., 381 F. Supp.
1071, 182USPQ 264 (W.D. Okla. 1974).

DISCLOSURE WITHOUT CLAIMING IN A
PRIORISSUED PATENT

Any inference of abandonment (i.e., intent to dedi
cate to the public) of subject matter disclosed but not
claimed in a previously issued patent is rebuttable by
an application filed at any time before a statutory bar
arises, Accordingly, a rejection of a claim of a patent
application under 35 U.S.C.102(c) predicated solely
on the issuance of a patent which discloses the subject
matter of the claim in the application without claim-
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ing it would be improper, regardless of whether there
is copendency between the application at issue and
the application which issued as the patent. In re
Gibbs, 437 F.2d 486, 168 USPQ 578 (CCPA 1971).

ONLY WHEN THERE IS A PRIORITY CON
TEST CAN A LAPSE OF TIME BAR A PATENT

The mere lapse of time will not bar a patent. The
only exception is when there is a priority contest
under 35 U.S.C. 102(g) and applicant abandons, sup
presses or conceals the invention. Panduit Corp. v.
Dennison Mfg. Co., 774 F.2d 1082, 1101,227 USPQ
337, 350 (Fed. Cit. 1985). Abandonment, suppression
and concealment are treated by the courts under
35 U.S;S. 102(g). See MPEP § 2138.03 for more
information on this issue.

2135 35 U.S.C. l02(d)

35 u.s. C. 102. Conditions for patentability; novelty and
lossof righttopatent.

A person shall be entitled to a patent unless -

*****
(d) the invention was first patented or caused to be patented,

or was the subject of an inventor's certificate, by the applicant or
his legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor's certificate filed more than twelve months
before the filing of the.application in the United States.

*****

GENERAL REQUIREMENTS OF 3S U.S.C.
102(d)

35 U.S.C. 102(d) establishes four conditions which,
if all are present, establish a bar against the granting
of a patent in this country:

(A) The foreign application must be filed more
than 12 months before the effective U.S. filing date
(See MPEP § 706.02 regarding effective U.S. filing
date of an application);

(B) The foreign application must have been filed
by the same applicant as in the United States or by his
or her legal representatives or assigns.

(C) The foreign patent or inventor's certificate
must be actually granted (e.g., by sealing of the papers
in Great Britain) before the U.S. filing date. It need
not be published.

(D) The same invention must be involved.

If such a foreign patent or inventor's certificate is
discovered by the examiner, the rejection is made
under 35 U.S.C. 102(d) on the ground of statutory bar.
See MPEP § 2135.01 for further clarification of each
of the four requirements of 35 U.S.c. 102(d).

2135.01 The Four Requirements of
35 U.S.C. l02(d)

I. FOREIGN APPLICATION MUST BE
FILED MORE THAN 12 MONTHS BE
FORE THE EFFECTIVE U.S. FILING
DATE

A. An Anniversary Date Ending on a Weekend or
Holiday Results in an Extension to the Next
Business Day

The U;S. application is filed in time to prevent a
35 U.S.C. 102(d) bar from arising if it is filed on the I
year anniversary date of the filing date of the foreign
application. If this day is a Saturday, Sunday or Fed
eral holiday, the year would be extended tothe fol
lowing business day. See Ex parte Olah, 131 USPQ
41 (Bd. App. 1960.) Despite changes to 37 CFR
1.6(a)(2) and 1.10, which require the PTO to accord a
filing date to an application as of the date of deposit as
"Express Mail" with the U.S. Postal Service in accor
dance with 37 CFR 1.10 (e.g., a Saturday filing date),
the rule changes do not affect applicant's concurrent
right to defer the filing of an application until the next
business day when the last day for "taking any action"
falls on a Saturday, Sunday, or a Federal holiday (e.g.,
the last day of the l-year grace period falls on a Satur
day).

B. A Continuation-in-Part Breaks the Chain of
Priority as to Foreign as Well as U.S. Parents

In the case where applicant files a foreign applica
tion, later files a U.S. application claiming priority
based on the foreign application, and then files a con
tinuation-in-part (CIP) application whose claims are
not entitled to the filing date of the U.S. parent, the
effective filing date is the filing date of the CIP and
applicant cannot obtain the benefit of either the U.S.
parent or foreign application filing dates. In re Van
Langenhoven, 458 F.2d 132, 137, 173 USPQ 426, 429
(CCPA 1972). If the foreign application issues into a
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patent before the ftlingdate ofthe CIP. it may bensed
in a 35 U.S.c. 102(d)/I03 rejection if the subject mat
ter added to the CIP does not render the claims nonob
vious over the foreign patent. Ex parte Appeal No.
242-47, 196 USPQ 828 (Bd. App. 1976) (Foreign
patent can be combined with other prior art to bar a
U.S. patent in an obviousness rejection based on
35 U.S.C. 102(d)/103).

II. FOREIGN APPLICATION MUST HAVE
BEEN FILED BY SAME APPLICANT, IDS
OR HER LEGAL REPRESENTATIVE OR
ASSIGNS

Note that where the U.S. application wasmade by
two or .more inventors. it is permissible for these
inventors to claim.priority from separate applications,
each to one of the inventors or a subcombination of
inventors. For instance, a U.S. application naming
inventors A and B may be entitled to priority from
One application to A and one to B filed in a foreign
country.

m. THE FOREIGN PATENT OR INVEN
TOR'S CERTIFICATE WAS ACTUALLY
GRANTED BEFORE THE U.S. FILING
DATE

A. ToBe "Patented" an Exclusionary Right Must
Be Awarded to the Applicant

"Patented" means "a formal bestowal of patent
rights from the sovereign to the applicant.". In . re
Monks, 588 F.2d 308, 310, 200 USPQ 129,
131 (CCPA 1978); American Injra-RedRadiant Co. v.
Lambert Indus., 360 F.2d 977, 149 USPQ 722 (8th
Cir.), cert. denied, 385 U.S. 920 (1966) (German
Gebrauchsmuster petty patent was held to be a patent
usable in a.35 U.S.C. 102(d) rejection. Gebrauchmus
tern are not examined and only grant a 6-year patent
term. However, except as to duration, the exclusion
ary patent right granted is as extensive as in the U.S.).

B. A Published Application Is Not a "Patent'

An application must issue into a patent before it can
be applied in a 35 U.S.C. 102(d) rejection. Ex parte
Fujishiro, 199 USPQ 36 (Bd. App. 1977) ("Patent
ing," within the meaning of 35 U.S.C. 102(d), does
not occur upon laying open of a Japanese utility

model application (kokai or kohyo)); Ex parte Links,
184 USPQ 429 (Bd. App, 1974) (German applica
tions, which have not yet been published for opposi
tion, are published in the form of printed documents
called Offenlegungsschriften 18 months after filing.
These applicationsare unexamined or in the process
of being exai:nined at the time of publication. The
Board held that an Offenlegnngsschrift is not a patent
under 35 U.S.C. 102(d) even though some provi
sional rights are granted. The Board explained that the
provisional rights are minimal and do not come into
force if the application is withdrawn or refused.).

C. An AllowedApplication Can Be a "Patent" for
Purposes of 3$ U.S.C. 102(d) as of the Date
Published for Opposition Even Though It Has
Not Yet Been Granted as a Patent

An examined application which has been allowed
by the examiner and published to allow the public to
oppose the grant of a patent has been held to be a
"patent" for purposes of rejection under 35 V.S.c.
I02(d) as of the date of publication for opposition if
subst~tial provisional enforcement rights arise. Ex
parte Beik, 161 USPQ 795 (Bd. App. 1968) (This case
dealt with examined German applications. After a
determination that an application is allowable, the
application is published in the form of a printed docu
ment called an Auslegeschrift. The publication begins
a period of opposition were the public can present evi
dence showing unpatentability. Provisional patent
rights are granted which are substantially the same as
those available once the opposition period is over and
the patent is granted. The Board found that an
Auslegeschrift provides the legal effect of a patent for
purposes of rejection under 35 U.S.c. 102(d).).

D. Grant Occurs When Patent Becomes Enforce
able

The critical date of a foreign patent asa reference
under 35 U.S.c. 102(d) is the date the patent becomes
enforceable (issued, sealed or granted), In re Monks,
588 F.2d 308, 310, 200 USPQ 129,131 (CCPA 1978)
(British reference became available as prior art on
date the patent was "sealed" because as of this date
applicant had the right to exclude others from making,
using or selling the claimed invention.).
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E. 35 U.S.c. 102(d) Applies as of Grant Date
Even If There Is a Period of Secrecy After
Patent Grant

A period of secrecy after granting the patent, as in
Belgium and Spain, has been held to have no effect in
connection with 35 U.S.C. !02(d). These patents are
usable in rejections under 35 U.S.C. 102(d) as of the
date patent rights are granted. In re Kathawala, 9 F.3d
942,28 USPQ2d 1789 (Fed. Cir. 1993) (An invention
is "patented" for purposes of .35 U.S.C. 102(d) when
the patentee's rights under the patent become fixed.
The fact that applicant's Spanish application was not
published until after the U.S. filing date is immaterial
since the Spanish patent was granted before U.S. fil
ing.); Gramme Elec. Co. v. Arnoux and Hochhausen
Elec. Co., 17 F. 838, 1883 C.D. 418 (S.D.N.Y. 1883)
(Rejection made under a predecessor of ~5 U.S.C.
!O2(d) based on an Austrian patent granted an exclu
sionary right for I year but was kept secret, at the
option of the patentee, for that period. The court held
that the Austrian patent grant date was the relevant
date under the statute for purposes of 35 U.S.C.
102(d) but that the patent could not have been used to
in a rejection under 35 U.S.C. !02(a) or (b).); In re
Talbott, 443 F.2d 1397, 170 USPQ 281 (CCPA 1971)
(Applicant cannot avoid a 35 U.S.C. 102(d) rejection
by exercising an option to keep the subject matter of a
German Gebrauchsmuster (petty patent) in secrecy
until time of U.S. filing.).

IV. THE SAME INVENTION MUST BE IN
VOLVED

"Same Invention" Means That the Application
Claims Could Have Been Presented in the Foreign
Patent

Under 35 U.S.C. !02(d), the "invention... patented"
in the foreign country must be the same as the inven
tion sought to be patented in the U.S. When the for
eign patent contains the same claims as the U.S.
application, there is no question that "the invention
was first patented... in a foreign country." In re Katha
wala, 9 F.3d 942, 945, 28 USPQ2d 1785, 1787 (Fed.
Cir. 1993). However, the claims need not be identical
or even within the same statutory class. If applicant is
granted a foreign patent which fully discloses the
invention and which gives applicant a number of dif
ferent claiming options in the U.S., the reference in

35 U.S.c. 102(d) to" 'invention... patented' necessar
ily includes all the disclosed aspects of the invention.
Thus, the section !02(d) bar applies regardless
whether the foreign patent contains claims to less than
all aspects of the invention." 9 F.3d at 946,
28 USPQ2d at 1788. In essence, a 35 U.S.C. !02(d)
rejection applies if applicant's foreign application
supports the subject matter of the U.S. claims. In re
Kathawala, 9 F.3d 942, 28 USPQ2d 1785 (Fed. Cir.
1993) (Applicant was granted a Spanish patent claim
ing a method of making a composition. The patent
disclosed compounds, methods of use and processes
of making the compounds. After the Spanish patent
wasgranted, the applicant filed a U.S. application
with claims directed to the compound but not the pro
cess of making it. The Federal Circuit held that it did
not matter that the claims in the U.S. application were
directed to the composition instead of the process
because the foreign specification would have sup
ported claims to the composition. It was immaterial
that the formulations were unpatentable pharmaceuti
cal compositions in Spain.).

2136 35 U.S.C. 102(e)

When examining any application filed on or after
November 29, 2000 or any application which has
been voluntarily published (PG-PUB application), the
application is subject to the current version of
35 U.S.C. !O2 (e) set forth below.

35 U.S.c. 102. Conditions for patentability; novelty and
lossof righttopatent.

A person shall be entitled to a patent-unless-

*****
(e) the invention was described in-

(I) ,an application for patent, published under section
122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defined in section 351(a) shall have"the
effect under this subsection of a national application published
under section 122(b) only if the international application designat
ingthe Uriited States was pnblished under Article 21(2)(a) of snch
treaty in the English language; or

(2) a patent granted on an application for patent by
another filed in the United States before the invention by the
applicant for patent, except that a patent shall not be deemed filed
in the United.States for the purposes of this subsection based on
the filing of an international application filed under the treaty
definedinsection 351(a); or

*****
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When exarmmng any application filed prior to
November 29, 2000 which has not been voluntarily
pnblished (pre PG-PUB application), the application
is snbject to the former version of 35 U.S.c. 102(e)
set forth below.

Former 35 U.S.c. 102. Conditions for patentability;
novelty and loss of right to patent.

A personsfiallbe entitled to a patent unless-

*****
(e) the invention was- described in a patent granted on an'

application for patent by another filed in the United States before
the invention thereof by the applicant for patent, or on an interna
tional application by another who has fulfilled the requirements of
paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereofby the applicant for parent.

*****

WHEN EXAMINING PREPG~PUBAPPLI-CAT
IONS, ONLYlJ.S. PATENTS AND SIRS AREEL
WffiLE AS PRIOR ART UNDER 35U.S.C.l0:2(e)

The reference must be a U.S. patent or Statutory
Invention Registration (SIR) to be eligible for use in a
35 U.S.c. 102(e) rejection. See, e.g., Ex parte Smolka,
207 USPQ 232 (Bd. App. 1980) (A foreign patent
document with priority back to an abandoned lJ.S.
application cannot be the basis for a35 U.S.C. 102(e)
rejection. The foreign document cannot be prior art
until it is patented or published.), U.S. patents and
SIRs can be used in 35 U.S.c. 102(e) rejections as of
their filing dates.

WHEN EXAMINING PG-PUB APPLICATIONS
ONLY U.S. PATENTS, U.S. APPLICATION PUB
LICATIONS, CERTAIN INTERNATIONAL AP
PLICATION PUBLICATIONS AND SIRS ARE
ELIGffiLE AS PRIOR ART UNDER 35 U.S.C.
102(e)

When exami~ing PG~PUB applications, in addition
to U.S. patents and SIRs, U.S. application publica
tions and certain internationalapplicationpublicatj.ons
are also available as prior art under 35 U.s.c. 102(e)
as of their filing dates.

DEFENSIVE PUBLICATIONS ARE NOT
PRIOR ART AS OF THEIR FILING DATE

The Defensive Publication Program,available
between April 1968 and May 1985, provided for the

voluntary publication of the abstract of the technical
disclosure of a pending application under certain con
ditions. A defensive publication is not a patent or an
application publication under 35 U.S.C. l22(b); it is a
publication. Therefore, it is prior art only as of its
publication date. Ex parte Osmond, 191 USPQ 334
(Ed. App. 1973). See MPEP § 7IL06(a) for more
information on Defensive Publications.

2136.01 Status of U.S.Application as
a Reference

WHEN EXAMINING PRE PG-PUB APPLICA
TIONS, WHEN THERE IS NO COMMON AS
SIGNEE OR INVENTOR, A U.S. APPLICATION
MUST ISSUE AS A PATENT OR BE PUB
LISHED AS A SIR BEFORE IT IS AVAILABLE
AS PRIOR ART UNDER 35 U.s.C. 102(e)

When examining a pre PG-PUB application (see
MPEP § 2136), a U.S. patent must issue, or a SIR
must be published, before it can be used as a reference
in a 35 U.S.c. 102(e) rejection. Ex parte Smolka,
20? USPQ 232 (Bd. App. 1980) (An application to
Smolka and Schwuger was rejected over 35 U.S.C.
102(e) based on a pending U.S. application to Corkill
whose filing dateantedated the Smolka et al. applica
tion. A German application corresponding to the
Corkill application had been published, but did not
antedate the effective filing date of the Smolka et al.
application. The Board reversed the rejection holding
that a U.S. patent had to be issued to Corkill before it
could become available as prior art under 35 U.S.C.
102(e). There was no common assignee nor any com
mon inventor between the two applications.).

WHEN EXAMINING POST PG-PUB APPLICA
TIONS, WHEN THERE IS NO COMMON AS
SIGNEE OR INVENTOR, A U.S. APPLICATION
MUST ISSUE AS A PATENT OR BE PUB
LISHED AS A SIR OR AS AN APPLICATION
PUBLICATION BEFORE IT IS AVAILABLE AS
PRIOR ART UNDER 35 U.S.C. 102(e)

When examining a PG-PUB application (see MPEP
§ 2136), in addition to U.S. patents and SIRs, U.S.
application publications and certain international
application publications are also available as prior art
under 35 U.S.C. 102(e) as of their filing dates.
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WHEN THERE IS A COMMON ASSIGNEE OR
INVENTOR, A PROVISIONAL 35 U.S.C. 102(e)
REJECTION OVER AN EARLIER FILED
UNPUBUSHED APPUCATION CAN BE MADE

Based on the assnmption that an application will
ripen into a U.S. patent (or into an application publi
cation when examining a PG-PUB application), it is
permissible to provisionally reject a later application
over an earlier application under 35 U.S.c. 102(e). In
re Irish, 433 F.2d 1342, 167 USPQ 764 (CCPA 1970).
Such a provisional rejection "serves to put applicant
on notice at the earliest possible time of the possible
prior art relationship between copending applications"
and gives applicant the fullest opportunity to over
come the rejection by amendment or submission of
evidence. In addition, since both applications are
pending and usually have the same assignee, more
options are available to applicant for overcoming the
provisional rejection than if the other application were
already issued. Ex parte Bartfeld, 16 USPQ2d 1714
(Bd. Pat. App. & Int. 1990) aff'don other grounds,
925F.2d 1450, 17 USPQ2d 1885 (Fed. Cir. 1991).
Note that provisional rejections over 35 U.S.C.I02(e)
are only authorized when there is a common inventor
or assignee, otherwise the copending application prior
to publication must remain confidential. MPEP
§ 706.02(f) and § 706.02(k) discuss the procedures to
be used in provisional rejections over 35 U.S.c.
102(e) and 102(e)/103.

For applications filed on or after November 29,
1999, a provisional rejection under 35 U.S.C-I02(e)/
103 is not proper if the application contains evidence
that the application and tile prior art reference were
owned by the same person, or subject to an obligation
of assignment to the same person, at the time the
invention was made. See MPEP §. 706.02(1)(1)
through § 706.02(1)(3) for information relating to
rejections under 35 U.S.c. 102(e)/103 .and evidence
of common ownership.

2136.02 Content of the Prior Art
Available Against the Claims

A 35 U.S.C. 102(e) REJECTION MAY RELY ON
ANY PART OF THE PATENT OR APPLICA
TION PUBLICATION DISCLOSURE

Under 35 U.S.C. 102(e), the entire disclosure of a
U.S. patent, or an application publication when exam-

ining a PG-PUB application (see MPEP § 2136), hav
ing an earlier filing date can be relied on to reject the
claims. Sun Studs, Inc. v. ATA Equip. Leasing, lnc.,
872 F.2d 978, 983, 10 USPQ2d 1338, 1342 (Fed. Cir.
1989).

U.S. REFERENCJj; MUST ITSELF CONTAIN
THE SUBJECT MATTER REUED ON IN THE
REJECTION.

When a U.S. patent, or an application publication
when examining a PG-PUB application (see MPEP
§ 2136): is used to reject claims under 35 U.S.C.
102(e), the disclosure relied on in the rejection must
be present in the issued patent or application publica
tion. It is the filing date ofthe U.S: patent or applica
tion publication being relied on as the critical
reference date and subject matter not included in the
patent or application publication itself can only be
used when that subject matter becomes public. Por
tions of the patent application which were canceled
are not part of the patent or application publication
and thus cannot be relied on in a 35 U'S'C. 102(e)
rejection over the issued patent or application publica
tion. Ex parte Stalego, 154 USPQ 52 (Bd. App. 1966).
Likewise, subject matter which is disclosed in a par
ent applicatioIl, but not included in thechild continua
tion-in-part (<;:IP) cannot be relied onin a 35 U.S.c.
102(e) rejection over the issued or published CIP. In
re Lund, 376F.2d982, 153 USPQ 625 (CCPA 1967)
(The examiner made a 35 U.S.C. 102(e) rejection over
an issued U.S. patent which was. a continuation-in
part (CIP). The p~ent application of the U.S. patent
reference contained an example II which was not car
ried over to the CIP. The court held that the subject
matter embodied in the canceled example II could not
be. relied on as of either parent or child filing date.
Thus, the use ofexample II subject matter to reject the
claims under 35 U.S.C. 102(e) was improper.).

THE SUPREME COURT HAS AUTHORIZED
35 U.S.C. 103 REJECTIONS BASED ON 35
U.S.C. 102(e)

U.S. patents may be used as of their filing dates to
show that the claimed subjcct matter is anticipated or.
obvious. Obviousness can be shown by combining
other prior art with the U.S. patent reference in a
35 U.S.C. 103 rejection. Hazeltine Research v. Bren
ner, 382 U.S. 252, 147 USPQ 429 (1965). Similarly,
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when examining a PG-PUBapplication (see MPEP
§ 2136), U.S. applicationpuhlicationsandcertain
international application puhlicationsmayalso be
used as of their filing dates to show that the claimed
subject matter would bave been anticipated or obvi
ous.

For applications filed-on or afterNovember 29,
1999, if the applicant provides evidence that the appli
cation and prior art reference were owned by the same
person, ,or subject to an obligation of assignment to
the sameperson, at the time the invention was made,
any rejections under 35 U.S.C. 102(e)/103 based upon
such a commonly owned reference should not be
made or .maintained. See MPEP § 706.02(1)(1) 
§ 706.02(1)(3) for additional information on rejections
under 35LJ.S.C. 102(e)/103 .and evidence of common
ownership.

2136.03 Critical Reference Date

I. FOREIGN PRIORITY DATE

Reference's Foreign Priority Date Under 35 U.S.C.
119(aHd) and if) Cannot Be Used as the 35 U.S,c.
l02(e) Reference Date

A D.S. patent referenceis effective prior art as or
its U.S. filing date. 35 U.S.c. 119(a)-.(d) and(f) does
not modify section 102(e) whichisexplicitly limited
to certain ..referenc.es "filed in the United States before,
the invention thereof bytbe applicant" (emphasis
added). Therefore, the foreign priority date of the ref
erence under 35 U.S.C. 119(a)-(d)and (f) cannotbe
used to antedate the application filing, date. In con
trast, applicant may be able to, overcome the 35
U.S.C. 102(e) rejection by proving he or sheis enti
tled to his or her own 35 U.S.C.119 priority date
which is earlier than the reference's U.S. filing date.
In re Hilmer, 359 F.2d 859, 149 USPQ 480 (CSPA
1966) (Hilmer l) (Applicant filed an application with
a right of priority to a German application, The exam
iner rejected the claims ,over a LJ.S.patent to Habicht
based on its Swiss priority date. The U.S. filing date
of Habicht was later than the application's German
priority date. The court held that thereference's Swiss
priority date could not be relied on in a' 35U.S.C.
102(e) rejection. Because the U5,filingdate ofHab
icht..was later than the earliest effective filing date
(German priority date) of the application,the rejection
was reversed.). See MPEP § 201.15 for information

on procedures to be followed in considering appli
cant's right of priority.

Note that certain international application (PCT)
filings are considered to be "filings in the United
States" for purposes of applying an application publi
cation as pJior art when examining PG-PUB applica
tions (see MPEP,§ 2136),

II. CONTINUATION OF AN INTERNA
TIONAL (PCT) APPLICATION; INTER
NATIONAL APPLICATION PUBLICA
TION

A patent issued from a U.S. application filed under
35 U.S.C. 111(a) that claims the benefit of the filing
date of a copendingPt.'T international application
under 35U.S.C. 120, has asits effective date as a ref
erence under 35 U.S,c. 102(e)the U5Ailing date of
the 35 U.S.C. 1l1(a) application and not the interna
tional filing date. This is true whether the application
being examined is a prePG-PUB application ora PG
PDBapplication (see MPEP§ 2136). When examin
ing a pre PG-PUB application, when a U.S. national
stage application filed under 35 U.S.c. 371 becomes a
U.S. patent, the 35 U.S.C. 102(e) date of the U.S.
Patent as a prior art reference is the date applicant ful
filled the requirements of35 U.S.C. 371(c)(I), (c)(2),
and (c)(4). See MPEP § 715 and § 1896.

If an application publication under 35 U.S.C.
122(b) (a U.S. application publication) claims the
benefit of the international filing date of an interna
tional application (PCT application), the U.S: applica
tion publication is available as prior art under 35
U.S.C. 102(e) as of the international filing date (when
examining PG-PUB applications), only if the interna
tional application designated the United States, and
the international application was published underPCT
Article 21(2)(a) in English. PCT Article 21(2)(a)
requires that publication be effected promptly after
expiration of 18 months from the priority date of the
application., Where .a U.S., application publication is
available ,as prior art as ofan earlierinternational
application"s filing date, the international application
should be treated as jf it wa~ anapplic"tion for patent
in theUnitedStates when analyzing the prior art
effect of the application publication.

Where the national stage of an international appli
cation is published under35 U.S.c. 122(b)as an appli
cation publication, but the international application
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was not published in English pursuant to PCT Article
21(2)(a), then the U.S. application publication would
have no prior art date under 35 U.S.C. 102(e).

Note that when examining a PG-PUB application,
any patent issued from a national stage application
would have no prior art date under 35 U.S.C. 102(e).

International application publications may also be
applied as prior art as of their international filing dates
when examining PG"PUB applications, but only if the
international application designated the United States,
the international application was published under PCT
Article 21(2)(a)in English, the internationalapplica
tion was filed on or after November 29, 2000 and the
international application entered the national stage as
to the United States.

m. PRIORITY FROM PROVISIONAL APPLI
CATION UNDER 35 U.S.C. 119(e)

The 35 U.S.C. 102(e) critical reference date of a
U.S. patent or U.S. application publications and cer
tain international application publications when
examining PG-PUB applications, entitled to the bene
fit of the filing date of a provisional application under
35 U.S.C. 119(e) is the filing date of the provisional
application with certain exceptions.

When examining pre PG-PUB applications, by the
terms of 35 U.S.C. 102(e), the critical reference date
of a U.S. patent granted on an international (PCT)
application in which the requirements of paragraphs
(I), (2) and (4) of 35 U.S.C. 371(c) have been ful
filled is the date on which paragraphs (c)(I), (c)(2)
and (c)(4) of 35 U.S.C. 371 were fulfilled, not the fil
ing date of the provisional application. When examin
ing a PG-PUB application, a U.S. patent granted on
such a 35 U.S.c. 371 application has no reference
date under 35 U.S.C. 102(e). When examining a PO
PUB application, the reference date of a U.S. applica
tion publication resulting from such a 35 U.S.c. 371
application entitled to the benefit of the filing date of
the provisional application is the filing date of the
provisional application under 35 U.S.c. 119(e) only if
the international application was published in English
pursuant to PCT Article 21(2)(a).

Similarly, when examining a PG-PUB application,
the reference date of an international application pub
lication entitled to the filing date of a provisional
application will be the filing date of the provisional
application ouly if the international application desig-

nated the United States, the international application
was published under PCT Article 21(2)(a) in English,
the international application was filed. on or after
November 29, 2000 and the international application
entered the national stage as to the United States.

IV. PARENT'S FILING DATE WHEN REFER
ENCE IS A CONTINUATION-IN-PART OF
THE PARENT

Filing Date of U.S. Parent Application Can Only Be
Used as the 35 U.S.c. 102(e) Date If It Supports the
Claims of the Issued Child

In Order to carry back the 35 U.S.C. 102(e) critical
date of the U.S. patent reference to the filing date of a
parent application, the parent application must (A)
have a right of priority to the earlier date under
35 U.S.c. 120 and (B) support the invention claimed
as required by 35 U.S.c. 112, first paragraph. "For ifa
patent could not theoretically have issued the day the
application was filed, it is not entitled to be used
against another as 'secret prior art' " under 35 U.S.C.
102(e). In re Wertheim, 646 F.2d 527, 537, 209 USPQ
554, 564 (CCPA 1981) (The examiner made a
35 U.S.C. 103 rejection over a U.S. patent to Pfluger.
The Pfluger patent (Pfluger IV) was the child of a
stting of abandoned parent applications (Pfluger I, the
first application, Pfluger II and III, both CIPs).
Pfluger IV was a continuation of Pfluger III. The
court characterized the contents of the applications as
follows: Pfluger I - subject matter A, II-AB, III-ABC,
IV-ABC. ABC anticipated the claims of the examined
application, but the filing date of III was later than the
application filing date. So the examiner reached back
to "A" in Pfluger I and combined this disclosure with
another reference to establish obviousness. The court
held that the examiner impermissibly carried over "A"
and should have instead determined which of the par
ent applications contained the subject matter which
made Pfluger patentable. Ouly if Band C were not
claimed, or at least not critical to the patentability of
Pfluger IV, could the filing date of Pfluger I be used.
The court reversed the rejection based on a determina
tion that Pfluger IV was only entitled to the Pfluger III
filing date. The added new matter (C) was critical to
the claims of the issued patent.). Note that In re Wer
theim modified the holding of In re Lund, 376 F.2d
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35 U.S.C. i02(e) Reference Date is the Filing Date
Not Date of Inventor's Conception Or Reduction to
Practice

IF THERE IS ANY DIFFERENCE IN THE IN
VENTIVE ENTITY, THE REFERENCE IS "BY
ANOTHER"

"Another" means otber tban applicants, In re Land,
368 F.2d 866, 151 USPQ 621 (CCPA 1966), in otber
words, a different inventive entity. The inventive
entity is different if not all inventors are tbe same. The

, If a reference available under 35 U.S.C. 102(e) dis
closes, but does not claim tbe subject matter of the
claims being examined or an obvious variant, tbe ref
erenceis not prior art under35 U:S.c. 102(g). When
tbe Cases are not in interference, the effective date of
the reference as prior art is its filing date in the United
States, as stated in 35 U.S.C. 102(e). The date tbat the
prior art subject matter was conceived or reduced to
practice is of no importance when 35 U.S.C. 102(g) is
not at issue. Sun Studs, Inc, v. ATA Equip. Leasing,
Inc., 872 F.2d 978,983, 10 USPQ2d 1338, 1342 (Fed.
Cir. 1989) (The defendant sought to invalidate patents
issued to Mason,and Sohn assigned to Sun Studs. The
earliest of tbese patents issued in June 1973. A U.S.
patent to Mouat was found which issued in March
1976 and which disclosed tbe invention of Mason and
Sohn. While tbe patent to Mouat issued after the
Mason and Sohn patents, it was filed 7 months earlier
than tbe earliest of the Mason and Sohn patents. Sun
studs submitted affidavits showing conception in
1969 and diligence to tbe constructive reduction to
practice and therefore antedated tbe patent to Mouat.
The defendant sought to show that Mouat conceived
the invention in 1966. The court held tbat conception
of the subject matter of tbe reference only becomes an
issue when the claims of tbe conflicting patents cover
inventions. which are tbe same or obviou~ over one
another. When 35 U.S.C. 102(e) applies but not 35
U.S.C. 102(g), the filing date of tbe prior art patent is
tbe earliest date tbat can be used to reject or invalidate
claims.).

2136.04 'Different Inventive Entity;
Meaning of "By Another"

DATE OF CONCEPTION ORREDUC
TION TO PRACTICE

v.982, 153 USPQ 625 (CCPA 1967) as to "carrying
back" tbe subject matter to tbe parent applications.

See also Ex parte Gilderdale, 1990 Pat. App.
LEXIS 25 (Bd. Pat. App.& Inter. Appeal no. 89
0352) (The examiner made a 35 U.S.c. 102(e) rejec
tion over a U.S. patent to Hernandez. Hernandez was
a continuation of a continuation-in-part. Boththe par
ent and grandparent had been abandoned. The parent
listed a different inventive entity but supported the
subject matter of tbe child's claims. The parent was
filed on tbe same day as the examined application and
thus no 35 U.S.c. 102(e) rejection could be made
based on tbe parent's filing date. The Board reversed
the rejection, explaining tbat the Hernandez patent
was entitled to the filing date of its parent, as tbe par
ent supported tbe patent claims and 35 U.S.C. 120
was satisfied. Under 35 U.S.c. 120, anapplication
can claim the benefit of an earlier filing date even if
not all inventors are tbe same. However, Hernandez
was not entitled to tbe grandparent filing date because
the parent and child applications contained new mat
ter as compared to the grandparent).

Compare Ex parte Ebata, 19 USPQ2d 1952 (Bd.
Pat. App. & Inter. 1991) (The claims were directed to
a method of administering a salt of lysocellin to ani
mals. A 35 U.S.C. 102(e) rejection was made over
Martin. Martin was a continuation of an al'plication
which was in tum a continuation-in-part of an aban
doned application. The grandparent application dis
closed administering a manganese complex of
lysocellin to animals. The Board found tbat "the new
matter relates to additional fortns of lysocellin which
are useful in Martin's process, i.e., species or embodi
ments other than the manganese complex. This is far
different from adding limitations which are required
or necessary for patentability." Unlike tbe situation in
In re Wertheim, Martin's invention was patentable as
presented in tbe grandparent application.).

Similarly, when examining PG-PUB applications,
in order to carry back the 35 U.S.C. 102(e)critical date
of tbe U.S. patent application publication reference, or
tbose international application publications usable as
a reference under 35 U.S.c. 102(e), to the filing date
of a parent application, the application must (A) have
a right of priority to tbe earlier date under 35 U.S:C.
1200r 365(c), and (B) support tbe invention claimed
as required by 35 U.S.C. 112, first paragraph.
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fact that the application and reference have one or
more inventors in common is immaterial. Ex parte
DesOrmeaux, 25 USPQ2d .2040 (Bd. Pat. App. &
Inter. 1992) (The examiner made a 35 U.S.C. 102(e)
rejection based on an issued U.S. patent to three
inventors. The rejected application was a continua
tion-in-part of the issued parent with an extra inven
tor. The Board found that the patent was "by another"
and thus could be used in a 35 U.S.C. 102(e)/103
rejection of the application.).

A DIFFERENT INVENTIVE ENTITY IS PRIMA
FACIE EVIDENCE THAT THE REFERENCE IS
"BY ANOTHER"

As stated by the House and Senate reports on the
bills enacting section 35 U.S.c. 102(e) as part of the
1952 Patent Act, this subsection of 102 codifies the
Milburn rule of Milburn v. Davis-Bournonville,
270 U.S. 390 (1926). The Milburn rule authorized the
use of a U.S. patent containing a disclosure of the
invention as a reference against a later filed applica
tion as of the U.S. patent filing date. The existence of
an earlier filed U.S. application containing the subject
matter claimed in the application being examined
indicates that applicant was not the first inventor.
Therefore, a U.S. patent, or when examining PG-PUB
applications (see MPEP § 2136) a U.S. patent applica
tion publication or international application publica
tion, by a different inventive entity, whether or not the
application shares some inventors in common with
the patent, is prima facie evidence that the invention
was made "by another" as setforth in section 102(e).
In re Mathews, 408 F.2d 1393, 161 USPQ 276 (CCPA
1969); In re Facius, 408 F.2d 1396, 161 USPQ 294
(CCPA 1969); Ex parte DesOrmeaux, 25 USPQ2d
2040 (Bd. Pat. App. & Inter. 1992). See MPEP
§ 2136.05 for discussion of methods of overcoming
102(e) rejections.

2136.05 Overcoming a Rejection
Under 35 U.S.C. 102(e)

A 35 U.S.C. l02(e) REJECTION CAN BE OVER
COME BY ANTEDATING THE FILING DATE
OR SHOWING THAT DISCLOSURE RELIED
ON IS APPLICANT'S OWN WORK

When a prior U.S. patent, or when examining PG
PUB applications (see MPEP § 2136), a prior U.S.

patent application publication or international applica
tion publication, is not a statutory bar, a 35 U.S.C.
102(e) rejection can be overcome by antedating the
filing date (see MPEP § 2136.03 regarding critical
reference date of 35 U.S.c. 102(e) prior art) ofthe ref
erence by submitting an affidavit or declaration under
37 CFR 1.131 or by submitting an affidavit or decla
ration under 37 CFR 1.132 establishing that the rele
vant disclosure is applicant's own work. In re
Mathews, 408 F.2d 1393, 161 USPQ 276 (CCPA
1969). The filing date can also be antedated
by applicant's earlier foreign priority application or
provisional application if 35 U.S.C. 119 is met and the
foreign application or provisional. application "sup
ports" (conforms to 35 U.S.c. 112, first paragraph,
requirements) all the claims of the U.S. application. In
re Gosteli, ?72 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir.
1989). But a prior application which was not copend
ing with the application at issue cannot be used to
antedate a reference. In re Costello, 717 F.2d 1346,
219 USPQ 389 (Fed. Cir. 1983). A terminal dis
claimer also does not overcome a 35 U.S.c. 102(e)
rejection. See, e.g., In re Bartfeld, 925 F.2d 1415,
17 USPQ2d 1885 (Fed. Cir. 1991).

See MPEP § 706.02(b) for a list of methods which
can be used to overcome rejections based on
35 U.S.C. 102(e) rejections. For information on the
required contents of a 37 CFR 1.131 affidavit or dec
laration and the situations in which such affidavits and
declarations are permitted see MPEP § 715. An affi
davit or declaration is not appropriate if the reference
describes applicant's own work. In this case, applicant
must submit an affidavit or declaration under 37 CFR
1.132. See the next paragraph for more information
concerning the requirements of 37 CPR 1.132 affida
vits and declarations.

A 35 U.S.C. l02(e) REJECTION CAN BE
OVERCOME BY SHOWING THE REFERENCE
IS DESCRffiING APPLICANT'S OWN WORK

"The fact that an application has named a different
inventive entity than a patent does not necessarily
make that patent prior art." Applied Materials Inc. v.
Gemini Research Corp., 835 F.2d 279, 15 USPQ2d
1816 (Fed. Cir. 1988). The issue turns on what the
evidence of record shows as to who invented the sub
ject matter. In re Whittle, 454 F.2d 1193, 1195,
172 USPQ 535, 537 (CCPA 1972). In fact, even if
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applicant's work was publicly disclosed prior to his or
her application,applicant's own work may not be
used against him or her unless there is a time bar
under 35 U.S.c. 102(b). In re DeBaun, 687 F.2d 459,
214 USPQ 933 (CCPA 1982) (citing In re Katz, 687
F.2d 450, 215 USPQ 14 (CCPA 1982». Therefore,
when the unclaimed subject matter of a reference is
applicant's own invention, applicant may overcome a
prima facie case based on the patent, or when examin
ing PG-PUB applications, a U.S. patent application
publication or international application publication,
by showing that the disclosure is a description of
applicant's own previous work. Such a showing can
be made by proving that the patentee, or when exam
ining PG-PUB applications, the inventor(s) of the
U.S. patent application publication or the international
application publication, was associated with applicant
(e.g. worked for the same company) and learned of
applicant's invention from applicant. In re Mathews,
408 F.2d 1393, 161 USPQ 276 (CCPA 1969).ln the
situation where one application is first filed by inven
tor X and then a later application is filed by X&Y, it
must be proven that the joint invention was made first,
was thereafter described in the sole applicant's patent,
or when examiningPG-PUB applications, was there
after described in the sole applicant's U.S. patent
application publication or international" application
publication, and then the joint application was filed.
In re Land, 368 F.2d 866, 151 USPQ 621 (CCPA
1966).

In In re Land, separate U.S. patents to Rogers and
to Land were used to reject ajoint application to Rog
ers and Land under 35 U.S.C. 102(e)1l03. The inven
tors worked for the same company (Polaroid) and in
the same laboratory. All the patents flowed from the
same research. In addition, the patent applications
were prepared by the same attorneys, were interre
lated and contained cross-references to each other.
The court affirmed the rejection because (1) the
inventive entities of the patents (one to Rogers and
one to Land) were different from the inventive entity
of the joint application (Rogers and Land) and (2)
Land and Rogers brought their knowledge oftheir
individual work with them when they made the joint
invention. There was no indication that the portions of
the references relied on disclosed anything they did
jointly. Neither was there any showing that what they

did jointly was done before the filing of the reference
patent applications.

See also In re Carreira, 532 F.2d 1356, 189 USPQ
461 (CCPA 1976) (The examiner rejected claims to a
joint application to Carreira, Kyrakakis, Solodar, and
Labana under 35 U.S.c. 102(e) and 103 in view of a
U.S. patent issued to Tulagin and Carreira or a patent
issued to Clark. The applicants submitted declarations
under 37 CFR1.132 by Tulagin and Clark in which
each declarant stated he was "not the inventor of the
use of compounds having a hydroxyl group in a posi
tion ortho to an azo linkage." The court held that these
statements were vague and inconclusive because the
declarants did not disclose the use of this generic
compound but rather species of this generic com
pound in their patents and it was the species which
met the claims. The declaration that each did not
invent the use of the generic compound does not
establish that Tulagin and Clark did not invent the use
of the species)

MPEP § 715.01(a), § 715.0l(c), and § 716.10 set
forth more information pertaining to the.contents and
uses of affidavits and declarations under 37 CFR
1.132 for antedating references. See MPEP
§ 706.02(1)(1) for information pertaining to rejections
under 35 U.S.C. 102(e)/103 and the applicability of
35 U.S.C. 103(c).

APPLICANT NEED NOT SHOW DILIGENCE
OR REDUCTION TO PRACTICE WHEN THE
SUBJECT MATTER DISCLOSED IN THE REF
ERENCE IS APPLICANT'S OWN WORK

When the reference reflects applicant's own work,
applicant need not prove diligence or reduction to
practice to establish that he or she invented the subject
matter disclosed in the reference. A showing that the
reference disclosure arose from applicant's work cou
pled with a showing of conception by the applicant
before the filing date of the reference will overcome
the 35 U.S.c. l02(e) rejection. The showing can be
made by submission of an affidavit by the inventor
under 37 CFR 1.132. The other patentees need not
submit an .affidavit disclaiming inventorship, but, if
submitted, a disclaimer by all other patentees should
be considered. by the examiner. In re DeBaun,
687 F.2d 459,214 USPQ 933 (CCPA 1982) (Declara
tion submitted by DeBaun stated that he was the
inventor of subject matter disclosed in the U.S. patent
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reference of DeBaun and Noll. Exhibits were attached
to the declaration showing conception and included
drawings DeBaun had prepared and given to counsel
for purposes of preparing the application which issued
as the reference patent. The court held that, eve!'
though the evidence was not sufficient to antedate the
prior art patent under 37 CFR 1.131, diligence and/or
reduction to practice was not required to show
DeBaun invented the subject matter. Declarant's state
ment that he conceived the invention first was enough
to overcome the 35 U.S.c. 102(e)rejection.).

CLAIMING OF INDIVIDUAL ELEMENTS OR
SUBCOMBINATIONS IN A COMBINATION
CLAIM OF THE IU:FEIU:NCE DOES NOT IT
SELF ESTABLISH THAT THE PATENTEE IN
VENTED THOSE ELEMENTS

The existence of combination claims in a reference
is not evidence that the patentee invented the individ
ual elements or subcombinations included if the ele
ments and subcombinations are not separately
claimed apart from the combination. In re DeBaun,
687 F.2d 459, 214 USPQ 933 (CCPA 1982) (citing In
re Facius, 408 F.2d 1396, 1406, 161 USPQ 294, 301
(CCPA 1969)).

See also In re Mathews, 408 F.2d 1393, 161 USPQ
276 (CCPA 1969) (On September 15, 1961, Dewey
filed an application disclosing and claiming a. time
delay protective device for an .electric circuit. In dis
closing the invention, Dewey completely described,
but did not claim, a "gating means 19" invented by
Mathews which was usable in the protective device.
Dewey and Mathews were coworkers at General Elec
tric Company, the assignee. Mathews filed his appli
cation on March 7, 1963, before the Dewey patent
issued but almost 18 months after its filing. The
Mathews application disclosed that "one illustration
of a circuit embodying the present invention is shown
in copending . patent application S.N. 138,476
Dewey." The, examiner used Dewey to reject all the
Mathews claims under 35 U.S.c. 102(e). In response,
Mathews submitted an affidavit by Dewey under
37 CFR 1.132. In the affidavit, Dewey stated that -he
did not invent the gating means 19 but had leamedof
the gating means through Mathews and that Gfsattor
neys had advised that the gating means be disclosed in
Dewey's application to comply with 35 U,S.C. 112,
first paragraph. The examiner argued that the only

way to overcome a35U.S.C. 102(e) rejection was by
submitting an affidavit or declaration under 37 CPR
1.131 to antedate the filing date of the reference. The
court reversed the rejection, holding that the totality
of the evidence on record showed that Dewey derived
his knowledge from Mathews who is "the original,
first and sole inventor.").

2137 35 U.S.C. 102(f)

35 U.s.c. 102. Conditionsfor patentability; novelty and
loss ofright to patent.

A personshall be entitled to a patent unless-

*****
(f) he.did not himself invent the SUbject matter sought to be

patented.

*****
Where it can be shown that an applicant "derived"

an invention from another, a rejection under 35 U.S.C.
102(f) is proper. Ex parte Kusko, 215 USPQ 972, 974
(Bd. App. 1981) ("most, if not all, determinations
under section .102(f) involve the question of whether
one party derived an invention from another").

While derivation will bar the issuance ora patent to
the deriver, a disclosure by the deriver, absent a bar
under 35 U.S.c. 102(b), will not bar the issuance of a
patent to the part>, from which the subject matter was
derived. In re Costello, 717 F.2d 1346, 1349,
219 USPQ 389,390-91 (Fed. Cir. 1983) ("[a] prior art
referenc,e thans not a statutory barmay be overcome
by two generally recognized methods": an affidavit
under 37 CPR 1.131, or an affidavit under 37 CPR
1.132, "showing .that the relevant disclosure is a
description of the applicant's own work"); In re
Facius, 408 F.2d 1396, 1407, 161 USPQ 294, 302
(CCPA 1969) (subject matter incorporated into a
patent that was broughtto the attention of the patentee
by applicant, and hence derived by the patentee from
the applicant, is available for use against applicant
unless applicant had actually invented the subject
matter placed in the patent).

Where there isa published article identifying the
authorship (MPEP § 7l5.0l(c)) or a patent identifying
the inventorship (MPEP§ 715.01(a)) that discloses
subject matter being claimed in an application under
going examination, the designation of authorship or
inventorship does not raise a presumption of inventor
ship with respect to the subject matter disclosed in the

2100-97 August 2001



2137 MANUAL OF PATENT EXAMINING PROCEDURE

article or with respect to the subject matter disclosed
but notclaimed in the patent so as to justify a rejec
tion under 35 U.S.C. 102(f). However, it is incumbent
upon the inventors named in the application, in reply
to an inquiryregarding the appropriate inventorship
under subsection (f), or to rebut a rejection under
35 U.S.C. 102(a) or (e), to provide a satisfactory
showing by way of affidavit under 37 CPR .1.132 that
the inventorship of the application is correct in that
the reference discloses subject matter invented by the
applicant rather than derived from the author or paten,
tee notwithstanding the authorship of the article or the
inventorship of the patent. In re Katz, 687 F.2d 450,
455, 215 USPQ 14, 18 (CCPA 1982) (inquiry is
appropriate to clarify any ambiguity created by an
article regarding inventorship, and it is then incum
bent upon the applicant to provide "a satisfactory
showing that would lead to a reasonable conclusion
that [applicant] is the .. .inventor" of the subject matter
disclosed in the article and claimed iII the applica
tion).

DERIVATION·lmqUIREscOMPI,ETE CON
CEPTION BY ANOTHER AND COMMUNICA
TIONT() THE ALLEGED DERIVER

"The mere fact th~t a claim recitesthellse of vari
ous components, each. of which can beargu~enta

tively assumed to be old, does not provide a proper
basis for a rejection under :35 U.S.C..l02(f)." Ex parte
Billattet, 192 USPQ 413,415 (Bd. App. 1976). Deri~

vation requires complete conception by another and
communication of that conception by anY means to
the party charged with derivationprior to any dateon
which it can be shown that the one charged with deri
vation possessed knowledge of the invention. Kilbey
v. Thiele, 199 USPQ 290, 294 (Bd. Pat. Inter. 1978).

See also Price v. Symsek,988 F.2d 1187, 1190,
26 USPQ2d 1031, 1033 (Fed.Cir.1993); Hedgewick
v. Akers, 497 F.2d 905, 908, 182 USPQI67, 169
(CCPA 1974). "Communication of a complete con
ception must be sufficient to enable one of ordinary
skill in the art to construct and successfully operate
the invention." Hedgewick, 497 F.2d at 908, 182
USPQ at 169. See also Gambro Lundia AB v. Baxter
Healthcare .Corp., 110F.3d 1573, 1577, 42 USPQ2d
1378, 1383 (Fed; Cir. 1997) (Issue in proving deriva
tion is "whether the communication enabled one of

ordinary skill in the art to make the patented inven
tion."»

PARTY ALLEGING DERIVATION DOES NOT
HAVE TO PROVE AN ACTUAL REDUCTION
TO PRACTICE, DERIVATION OF PUBLIC
KNOWLEDGE, OR DERIVATION IN THIS
COUNTRY

The party alleging derivatioIl"need not prove an
actual reduction t~ practice in order to show deriva
tion." Scott v. Brandenburger, 216 USPQ 326, 327
(Bd. App. 1982). Furthermore, the application of sub
section (f) is not limited to public knowledge derived
from another, and "the site of derivation need not be
in this country to bar a deriver from patenting the sub
ject matter." Ex parte Andresen,212 USPQ 100, 102
(Bd. App. 1981).

DERIVATION DISTINGUISHED FROM PRI
ORITY OF INVENTION

Although derivation and priority of invention both
focus on inventorship, derivation addressesoriginaliry
(i.e., who invented the subject matter), whereas prior
ity focuses On which party first invented the subject
matter. Price v. Symsek, 988 F.2d 1187, 1190,
26 USPQ2d 1031, lO3:3(Fed. Cir. 1993).

35 U.S.C. 102(1) MAY APPLY WHERE 35 U.S.C.
102(a) AND .35 U.S.C. .102(e) ARE NOT
AVAILABLE STATUTORY GROUNDS· FOR
REJECTION

35 U.S.C. 102(f) does not require an inquiry into
the relative dates of a reference and the application,
and therefore may be applicable where subsections (a)
and (e) are not available for references having an
effective date subsequent to the effective date of the
application being examined. However fora reference
having a date later than the date of the application
some evidence may exist that the subject matter of the
reference was derived from the applicant in view of
the relative dates; Ex parte Kusko, 215 USPQ 972,
974 (Bd, App. 1981) (The relative dates of the events
are important in determining derivation; a publication
dated more than a year after applicant's filing date
that merely lists as literary coauthors individuals other
than applicant is not the strong evidence needed to
rebut a declaration by the applicant that heis the sole
inventor.).
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2137.01 Inventorship

The requirement that the applicant for a patent be
the inventor is a characteristic of U.S. patent law not
generally shared by other countries. Consequently,
foreign applicants may misunderstand U.S. law
regarding naming of the actual inventors causing an
error in the inventorship of a U.S. application that
may claim priority to a previous foreign application
under 35 U.S.C. 119. A request under 37 CFR 1.48(a)
is required to correct any error in naming the inven
tors in the U.S. application as filed. MPEP § 201.03.
Foreign applicants may need to be reminded of the
requirement for identity of inventorship between a
U.S. application and a 35 U.S.C. 119 priority applica
tion. MPEP § 201.13.

If a determination is made that the inventive entity
named in a U.S. application is not correct, such as
when a request under 37 CFR 1.48(a) is not granted or
is not entered for technical reasons, bnt the admission
therein regarding the error in inventorship is uncon
troverted, a rejection nnder 35 U.S.C. 102(f) should
be made.

EXECUTORS OF OATH OR DECLARATION
UNDER 37 CFR 1.63 ARE PRESUMED TO BE
THE INVENTORS

The party or parties executing an oath or declara
tion under 37 CFR 1.63 are presumed to be the inven
tors. Driscoll v. Cebalo, 5 USPQ2d 1477, 1481 (Bd.
Pat. Inter. 1982); In re Debaun, 687 F.2d 459, 463,
214 USPQ 933, 936 (CCPA 1982) (The inventor of an
element, per se, and the inventor of that element as
used in a combination may differ. 'The existence of
combination claims does not evidence inventorship by
the patentee of the individual elements or subcombi
nations thereof if the latter are not separately claimed
apart from the combination." (quoting In re Facius,
408 F.2d 1396, 1406, 161 USPQ 294, 301 (CCPA
1969) (emphasis in original»; Brader v. Schaeffer,
193 USPQ 627, 631 (Bd. Pat. Inter. 1976) (in regard
to an inventorship correction: "[a]s between inventors
their word is normally taken as to who are the actual

inventors" when there is no disagreement).

AN INVENTOR MUST CONTRIBUTE TO THE
CONCEPTION OF THE INVENTION

The definition for inventorship can be simply
stated: "The threshold question in determining inven
torship is who conceived the invention. Unless a per
son contributes to the conception of the invention, he
is not an inventor.... Insofar as defining an inventor is
concerned, reduction to practice, per se, is irrelevant
[except for simultaneous conception and reduction to
practice, Fiers v. Revel, 984 F.2d 1164, 1168,
25 USPQ2d 1601, 1604-05 (Fed. Cir. 1993)]. One
must contribute to the conception to be an inventor."
In re Hardee, 223 USPQ 1122, 1123 (Comm'r Pat.
1984). See also Ex parte Smernoff, 215 USPQ 545,
547 (Bd. App. 1982) ("one who suggests an idea of a
result to be accomplished, rather than the means of
accomplishing it, is not an coinventor"): See MPEP
§ 2138.04 - § 2138.05 for a discussion of what evi
dence is required to establish conception or reduction
to practice.

AS LONG AS THE INVENTOR MAINTAINS IN
TELLECTUAL DOMINATION OVER MAKING
THE INVENTION, IDEAS, SUGGESTIONS,
AND MATERIALS MAY BE ADOPTED FROM
OTHERS

"In arriving at ... conception [the inventor] may
consider and adopt ideas and materials derived from
many sources ... [such as] a suggestion from an
employee, or hired consultant ... so long as he main
tains intellectual domination of the work of making
the invention down to the successful testing, selecting
or rejecting as he goes ...even if such suggestion [or
material] proves to be the key that unlocks his prob
lem." Morse v. Porter, 155 USPQ 280, 283 (Bd. Pat.
Inter. 1965). See also New England Braiding Co. v.
A. w: Chesterton Co., 970 F.2d 878, 883, 23 USPQ2d
1622, 1626 (Fed. Cir. 1992) (Adoption of the ideas
and materials from another can become a derivation.).

THE INVENTOR IS NOT REQUIRED TO RE
DUCE THE INVENTION TO PRACTICE

Difficulties arise in separating members of a team
effort, where each member of the team has contrib
uted something, into those members that actually con
tributed to the conception of the invention, such as the
physical structure or operative steps, from those mem-
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bers that merely acted under tbe direction and super'
vision of the conceivers. Fritsch v. Lin, 21USPQ2d
1737,1739 (Bd. Pat. App. & Inter. 1991) (The inven
tor "took no part in developing the procedures... for
expressing the EPO gene in mammalian host cells and
isolating tbe resulting EPOproduct." However, "it is
not essential for tbe inventor to be personally
involved in carrying out process steps; ..where imple
mentation of those steps does not require the exercise
of inventive skill."); In re DeBaun, 687 F.2d 459, 463,
214 USPQ 933; 936 (CCPA 1982) ("tbere is no
requirement that the inventor be tbe one to reduce the
invention to practice so long as the reduction to prac
tice was done on his behalf').

See also Mattor v. Coolegem, 530F.2d 1391, 1395,
189USPQ 201, 204 (CCPA 1976) (one following oral
instructions is viewed as merely atechnician);Tucker
v. Naito, 188 USPQ 260, 263 (Bd. Pat. Inter. 1975)
(inventors need not. "personally construct and test
tbeir invention"); Davis v. Carrier, 81 F.2d250, 252,
28 USPQ 227,229 (CCPA 1936) (noninventor's work
was merely that of askilled mechanic carrying put tbe
details of a plan devised by another).

REQUIREMENTS FOR JOINT INVENTOR·
SIlIP

The inventive entity for a particular application is
based on some contribution to at least one of tbe
claims made by each of tbe named inventors. "Inven
tors may apply for a patent jointly even though (1)
they did not physically work togetber or at tbe same
time, (2) each did not make the same type or amount
of contribution, or (3) each did not make a contribu
tion to the subject matter of every claim of tbe
patent." 35U.S.c. 116. "[T]he statute neither states
nor implies that two inventors can be 'joint inventors'
if tbeyhave had no contact whatsoever and are com
pletely unaware of each otber's work." What is
reqnired is some "quantum of collaboration or con
nection." In otber words, "[f]or persons to be joint
inventors under Section 116, tbere must be some ele
ment of joint behavior, such as collaboration or work
ing under common direction, one inventor seeing a
relevant report and bnilding upon it or hearing
anotber's suggestion at a meeting." Kimberly-Clark
Corp. v. Procter & Gamble Distrib. Co., 973 F.2d 911,
916-17,23 USPQ2d 1921, 1925-26 (Fed. Cir. 1992);
Moler v. Purdy, 131 USPQ 276, 279 (Rd. Pat. Inter.

1960) ("it is not necessary tbat tbeinventive concept
come to botb [joint inventors] at the same time").

Each joint inventor must generally contribute to the
conception of the invention. A coinventor need not
make a contribution to every claim of a patent. A
contribution to one claim is enough. "The contributor
of any disclosed means of a means-plus-function
claim element is a joint inventor as to tbat claim,
unless one asserting sole inventorship can show that
tbe contribution of that means was simply a reduction
to practice of tbe sole inventor's broader concept."
Ethicon Inc. v. United States Surgical Corp., 135 F.3d
1456, 1460-63, 45 USPQ2d 1545, 1548-1551 (Fed.
Cir. 1998) (The electronics technician who contrib
uted to one of tbe two alternative structures in tbe
specification to define "tbe means for detaining" in a
claim limitation was held to be a joint inventor.).

INVENTORSHIP IS GENERALLY "TO AN
OTHER" WHERE THERE ARE DIFFERENT
INVENTIVE ENTITIES WITH AT LEAST ONE
INVENTOR IN COMMON

"[A] joint application or patent and a sole applica
tion or patent by one of tbe joint inventors are [by]
different legal entities and accordingly, the issuance of
tbe earlier filed application as a patent becomes a ref
erence for everytbing it discloses" (Ex parte Utschig,
156 USPQ 156, 157 (Bd.App. 1966» except where:

(A) tbe claimed invention in a later filed applica
tion is entitled to tbe benefit of an earlier filed appli
cation under 35 U.S.C. 120 (an overlap of inventors
ratber tban an identical inventive entity is permissi
ble). In tbis situation, a rejection under 35 U.S.c.
102(e) is precluded. See Applied Materials Inc. v.
Gemini Research Corp., 835 F.2d 279, 281,
15 USPQ2d 1816, 1818. (Fed. Cir. 1988) ("The fact
thatan application has named a different inventive
entity tban a patent does not necessarily make tbat
patent prior art."); and

(B) the subject matter developed by another per
son and tbe claimed subject matter were, at the time
the invention was made, owned by tbe same person or
subject to an obligation of assignment to the same
person. In tbis situation, a rejection under 35 U.S.C.
102(f)/103 or102(g)/103, or 102(e)/103 for applica
tions filed on or after November 29, 1999, is pre
cluded by 35 U.S.c. 103(c). See MPEP § 706.02(1)
and § 706.02(1)(1).
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For case law relating to inventorship by "another"
involving different inventive entities with at least one
inventor in cornmon see Ex parte DesOrmeaux,
25 USPQ2d 2040 (Bd. Pat. App. & Inter. 1992) (the
presence of a cornmon inventor in a reference patent
and a pending application does not preclude the deter
mination that the reference inventive entity is to
"another" within the meaning of 35 U.S.C. 102(e))
and the discussion of prior art available under
35 U.S.C. 102(e) in MPEP § 2136.04.

2137.02 Applicability of 35 U.S.C. 103(c)

35 U.S.C. 103(c) states that SUbsection (f) of
35U.S.C. 102 will not preclude patentability where
subject matter developed by another person, that
would otherwise qualify under 35 U.S.c. 102(f), and
the claimed invention of an application under exami
nation were owned by the same person or subject to
an obligation of assignment to the same person .at the
time the invention was made. See MPEP § 706.02(1)
and § 2146.

2138 35 U.S.C. 102(g)

35 U.S. C. l 02. Conditions for patentability; novelty and
lossof right to patent.

A personshall be entitled to a patent unless -

*****
(g)(l) during the course of an interference conducted under

section 135 or section 291, another inventor involved therein
establishes, to theextent.permitted in section 104,that before such
person's invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before suchperson'sinventionthereof, the inventionwas madein
this country by another inventor who had not abandoned, sup
pressed, or concealed it. In determining priority. of .invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time prior to con
ception by the other.

35 U.S.C. 102(g) issues such as conception, reduc
tion to practice and diligence, while more commonly
applied to interference matters, also arise in other con
texts.

35 U.S.C. 102(g) may form the basis for an ex parte
rejection if: (1) the subject matter at issue has been
actually reduced to practice by another before the
applicant's invention; and (2) there has been no aban
donment, suppression or concealment. See, e.g.,

Amgen, inc. v. Chugai Pharmaceutical Co., 927 F.2d
1200, 1205, 18 USPQ2d 1016, 1020 (Fed. Cit. 1991);
New idea Farm Equipment Corp. v. Sperry Corp., 916
F.2d 1561, 1566, 16 USPQ2d 1424, 1428 (Fed. Cir.
1990); E.1. DuPont de Nemours & Co. v. Phillips
Petroleum Co., 849 F.2d 1430, 1434, 7USPQ2d 1129,
1132 (Fed. Cit. 1988); Kimberly-Clark v. Johnson &
Johnson, 745 F.2d 1437, 1444-46, 223 USPQ 603,
606-08 (Fed. Cir.1984). To qualify as prior art under
35 U.S.C. 102(g), however, there must be evidence
that the subject matter was actually reduced to prac
tice, in that conception alone is not sufficient. See
Kimberly-Clark, 745 F.2d at 1445, 223 USPQ at 607.
Wbile the filing of an application for patent is a con
structive reduction to practice, the filing of an applica
tion does not in itself provide the evidence necessary
to show an actual reduction to practice of any of the
subject matter disclosed in the application as is neces
sary to provide the basis for an ex parte rejection
under 35 U.S.C. 102(g). Thus, absent evidence show
ing an actual reduction to practice (which is generally
not available during ex parte examination), the disclo
sure ora United States patent application publication
or patent falls under 35 U.S.C. 102(e) and not under
35 U.S.C. 102(g). Cf in re ZIetz, 893 F.2d 319, 323,
13. USPQ2d 1320, 1323 (Fed. Cir. 1990) (the disclo
sure in a reference United States patent does not fall
under 35 U.S.C. 102(g) but under 35 U.S.C. 102(e)).

In addition, subject matter qualifying as prior art
only under 35 U.S.c. 102(g) may also be the basis for
an ex parte rejection under 35 U.S.C. 103. See In re
Bass, 474 F.2d 1276, 1283, 177 USPQ 178, 183
(CCPA 1973) (in an unsuccessful attempt to utilize a
37 CPR 1.131 affidavit relating to a combination
application, applicants admitted that the subcombina
tion screen of a copending application wbich issued as
a patent was earlier conceived than the combination).
35 U.S.c. 103(c), however, states that subsection (g)
of 35 U.S.c. 102 will not preclude patentability where
subject matter developed by another 'person, that
would otherwise qualify under 35 U.S.c. 102(g), and
the claimed invention of an application under exami
nation were owned by the same person or subject to
an obligation of assignment to the same person at the
time tile invention was made. See MPEP § 706.02(1)
and § 2146.

For additional examples of 35 U.S.c. 102(g) issues
such as conception, reduction to practice and dili-
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gence ontside the context of interference matters, see
In re Costello, 717 F.2d 1346, 219USPQ 389 (Fed.
Cir. 1983) (discussing the concepts of conception and
constructive reduction to practice in the context of a
declaration under 37 CPR 1.131), and Kawai v.
Metlesics, 480F.2d 880, 178 USPQ 158 (CCPA 1973)
(holding constructive reduction to practice for priority
under 35 U.S.c. 119 requires meeting the require"
ments of 35 U.S.C. 101 and 35 U.ScC. 112).

2138.01 Interference Practice

35 U.S.C. l02(g) IS THE BASIS OF INTERFER
ENCE PRACTICE

Snbsection (g) of 35 U.S.C. 102 is the basis of
interference practice for determining priority of
invention between two parties. See Bigham v. Godt
fredsen, 857 F.2d 1415, 1416, 8 USPQ2d1266, 1267
(Fed. Cir. 1988),35 U:S.c. 135, 37 CFR 1.601+ and
MPEP chapter 2300. An interference is an inter partes
proceeding directed at determining the first to invent
as among the parties to the proceeding, involving two
or more pending applications naming different inven
tors or one or more pending applications and one or
more unexpired patents naming different inventors
(37 CFR 1.601(ij). The United States is unusual in
having a first to invent rather than a first to file sys
tem. Paulik v. Rizkalla,760 F.2d 1270, 1272, 226
USPQ 224, 225 (Fed. Cir. 1985) (reviews the legisla
tive history of the subsection in a concurring opinion
by Judge Rich). The first of many to reduce an inven
tion to practice around the same time will be the sole
party to obtain a patent, Radio Corp. of America v.
Radio Eng'g Labs., Inc., .293 U.S. 1,2,21 USPQ 353,
353·4 (1934), unless another was the first to conceive
and couple a later-in-time reduction to practice with
diligence from a time just prior to when the second
conceiver entered the field to the first conceiver's
reduction to practice. Hull v. Davenport, 90 F.2d 103,
105, 33 USPQ 506, 508 (CCPA 1937). See the prior
ity time charts below illustrating this point. Upon con
clusion of an interference, subject matterclairned by
the losing party that was the basis of the interference
is rejected under 35 U.S.C. 102(g), unless the acts
showing prior invention were not in this country,

It is noted that 35 U.S.c. 101 requires that whoever
invents or discovers is the party who may obtain a

patent for the particular invention or discovery. 35
U.S.C. 111 (applicant) or 35 U.S.C. 116 (applicants)
set forth the requirement that the actual inventor(s) be
the party who applies for a patent or that a patent be
applied for on behalf of the inventor. Where it can be
shown that an applicant has "derived" an invention
from another, a rejection under 35 U.S.c. 102(f) is
proper. Ex parte Kusko, 215 USPQ 972, 974 (Ed.
App. 1981) ("most, if not all, determinations under
Section 102(f) involve the question of whether one
party derivedan invention. from another"); Price v.
Symsek, 988 F.2d 1187, 1190, 26 USPQ2d 1031,
1033 (Fed. Cir. 1993) (Although derivation and prior
ity of invention both focus on inventorship, derivation
addresses Originality, i.e., who invented the subject
matter, whereas priority focuses on which party
invented the subject matter first.).

PRIORITY TIME CHARTS

The following priority time charts illustrate the
award of invention priority in several situations. The
time charts apply to interference proceedings and are
also applicable to declarations or affidavits filed under
37 CPR 1.131 to antedate references which are avail
able as prior art under 35 U.S.C. 102(a) or 102(e).
Note, however, in the context of 37 CFR 1.131, an
applicant does not have to show that the invention
was not abandoned, suppressed, or concealed from the
time of an actual reduction to practice to a construc
tive reduction to practice because the length of time
taken to file a patent application after an actual reduc
tion to practice is generally of no consequence except
in an interference proceeding. Paulik v. Rizkalla,
760 F.2d 1270, 226 USPQ 224 (Fed. Cir. 1985). See
the discussion of abandonment, suppression, and con
cealment in MPEP § 2138.03.

For purposes of analysis under 37 CFR 1.131, the
conceptionand reduction to practice of the reference
to be antedated are both considered to be on the effec
tive filing date of domestic patent or foreign patent or
the date of printed publication.

In the charts, C = conception, R = reduction to
practice (either actual or constructive), Ra = actual
reduction to practice, Rc = constructive reduction to
practice, and TD = commencement of diligence.
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Example 1

C Rc
A • --------.,.-------- >-

C R

A antedates B as a reference in the context of a
declaration or affidavit filed under 37 CPR 1.131
because A conceived the invention before B and
actually reduced the invention to practice before B
reduced the invention topractice.

B • ---------------- >. Example 4

Example 2

C TD Rc
A - -------- 1----------------->_

C R

A is awarded priority in an interference, or ante
dates B as a reference in the context of a declara
tion or affidavit filed nnder 37 CPR 1.131, because
A conceived the invention before B and construc
tively reduced the invention to practice before B
reduced the invention to practice. The same result
would be reached if the conception date was the
same for both inventors A and B.

A is awarded priority in an interference, or ante
dates B as a reference in the context of a declara
tion or affidavit filed under 37 CPR 1.131, if A can
show reasonable diligence from TD (a point just

prior to B's conception) until Rc because A con
ceived the invention before B, and diligently con
structively reduced the invention to practice eveI1
though this was after B reduced the invention to
practice.

A is awarded priority in an interference if A can
show reasonable diligence from TD (a point just

prior to B's conception) until Ra in the absence of
abandonment, suppression, or concealment from
Ra to Rc, because A conceived the invention
before B, diligently actually reduced the inventioI1
to practice (after B reduced the invention to prac
tice), and did notabandon, suppress, or conceal the
invention after actually reducing the invention to
practice and before constructively reducing the
invention to practice.

A antedates B as a reference in the context of a
declaration or affidavit filed under 37 CPR 1.131
because A conceived the invention before B, and
diligently actually reduced the invention to prac
tice, even though this was after B reduced the
invention to practice.

37 CFR 1.131 DOES NOT APPLY IN INTERFER
ENCE PROCEEDINGS

C TD Ra Rc
A - - I-----~--------- 1------' >-

C R
B • ------,--.:--' >.

• -------.,.-- >-

Example 3

B

A • ----.-~~-------- >--------->.

B • ----------------- >_

A is awarded priority in an interference in the
absence of abandonment, suppression, or conceal
ment from Ra to Rc, because A conceived the
invention before B, actually reduced the invention
to practice before B reduced the invention to prac
tice, and did not abandon, suppress, or conceal the
invention after actually reducing the invention to
practice and before constructively reducing the
invention to practice.

C

C

Ra

R

Rc

Interference practice operates to the exclusion of ex

parte practice under 37 CPR 1.131 which permits an
applicant to show an actual date of invention prior to
the effective date of a patent or literature reference
applied under 35 U.S.C. 102(a) or (e), as long as the
patent is not a domestic patent claiming the same pat
entable invention. Ex parte Standish, 10 USPQ2d
1454, 1457 (Bd. Pat. App. & Inter. 1988)(An applica
tion claim to the "same patentable invention" claimed
in a domestic patent requires interference rather than
an affidavit under 37 CPR 1.131 to antedate the
patent. The term "same patentable invention" encom
passes a claim that is either anticipated by or obvious
in view .of the subject matter recited in the patent
claim.). Subject matter which is available as prior art
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only under 35 U.S.C.,102(g) is by definition made
before the applicant made his invention and is' there
fore not open.to furtherinquiry under 37CFR 1.131.

LOST COUNTS IN AN INTERFERENCE ARE
NOT, PER SE, STATUTORY PRIOR ART

Loss of an interference count alone does hot make
its subject matter statutory prior art to losing party;
however, lost count subject matter that is available as
prior art under 35 U.S.C. 102 may be used alone or in
combination with other references under 35 U.S.C.
103. But see In re Deckler, 977 F.2d 1449,
24 USPQ2d 1448 (Fed. Cir. 1992) (Under the princi
ples of res judicata and collateral estoppel, Decider
was not entitled to Claims that were patentably indis
tinguishable from the claim lost in interference even
though the subject matter of the lost count was not
available for use in an obviousness rejection under
35 U.S.c. 103.).

2138.02 "The Invention Was Made
in This Country"

An invention is made when there is a conception
and a reduction to practice. Dunn v. Ragin, 50 USPQ
472, 474 (Bel. Pat. Inter. 1941). Prior art under 35
U.S.C. 102(g) is limited to an invention that is made.
In ,re Katz, 687, F.2d 450, 454, 215 USPQ 14,
17 (CCPA 1982) (the publication of an article, alone,
is not deemed a constructive reduction to practice, and
therefore its disclosure does not provethat any inven
tionwithin the meaning of 35 U.S,C. 102(g) has ever
been made).

Subject matter under 35 U.S.c. 102(g) is available
only if-made in this country. 35 U.S.C. 104. Kondo v.
Martel, 220 USPQ 47 (Bd. Pat. Inter.:1983) (acts of
conception, reduction to practice and diligence must
be demonstrated in this country). Compare Colbert "
Lofdahl, 21 USPQ2d 1068, 1071 (Bd. Pat. App. &
Inter..1991) ("[i]f the-invention. is reduced to practice
in a foreign country and knowledge of the invention
was brought into this country and.disclosed to others,
the inventor can derive no benefit from the work done
abroad and such .knowledge is merely evidence of
conceptionof the invention").

In accordance with 35 U.S.C. 102(g)(I),a party
involved in an interference proceeding under
35 U.S.C.135 or 291 may establish a date ofinven
tion under 35U.S.C. 104. 35 U.S.c. :104, as amended

by GATT (PUblic Law 103-465, 108 Stat. 4809
(1994» and NAFTA (Public Law 103-182, 107 Stat.
2057 (1993», provides that an applicant can establish
a date of invention in a NAFTA member country on or
after December 8, 1993 or in WTO member country
other than a NAFTA member country on or after Jan
uary I, 1996. Accordingly, an interference count may
be won or lost on the basis of establishment of inven
tion by one of the parties in a NAFTA or WTO mem
ber country, thereby rendering the subject matter of
that count unpatentable to the other party under the
principles ofresjudicata and collateral estoppel, even
though such subject matter is not available as statu
tory prior art under 35 U.S.C. 102(g). Se.e MPEP
§ 2138.01 regarding lost interference counts which
are not statutory prior art.

2138.03 "By Another Who Has Not
Abandoned, Suppressed, or
Concealed It"

35 U.S.C. 102(g) generally makes available as prior
art within the meaning of 35 U.S.c. 103, the prior
invention of another who has not abandoned, sup
pressed or concealed it. In re Bass, 474 F.2d 1276,
177 USPQ 178 (CCPA 1973); Inre Suska, 589 F.2d
527, ZOOUSPQ 497 (CCPA 1979) (The result of
applying the suppression and concealment doctrine is
that the inventor who did not conceal (but was the de
facto last inventor) is treated legally as the first to
invent, while the de facto first inventor who sup
pressed or concealed is treated as a later inventor. The
de facto first inventor, by his suppression and conceal
ment, lost the right to rely on his actual date of inven
tion not only for priority purposes, but also for
purposes of avoiding the invention of the counts as
prior art.).

"The courts have consistently held that an inven
tion, though completed, is deemed abandoned, sup
pressed, or concealed if, within a reasonable time
after completion, no steps are taken to make the
invention publicly known. Thus failure to file a patent
application; to describe the invention in a publicly
disseminated document; or to use the invention pub
licly, have been held to constitute abandonment, sup
pression, or concealment." Correge v. Murphy,
705 F.2d 1326, 1330, 217 USPQ753, 756 (Fed.Cir.
1983) (quoting International Glass Co. v. United
States, 408 F.2d 395, 403, 159 USPQ 434, 441 (Ct. Cl.
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1968)). In Correge, an invention was actnally reduced
to practice, 7 months later there was a public disclo
sure of the invention, and 8 mouths thereafter a patent
applicatiou was filed. The court held filing a patent
applicatiou within 1 year of a public disclosure is not
an unreasonable delay, therefore reasonable diligence
must ouly be shown between the date of the actual
reduction to practice and the public disclosure to
avoid the inference of abandonment.

DURING AN INTERFERENCE PROCEEDING,
AN INFERENCE OF SUPPRESSION OR CON
CEALMENT MAY ARISE FROM DELAY IN
FILING PATENT APPLICATION

Once an invention is actually reduced to practice an
inventor need not rush to file a patent application:
Shindelar v. Holdeman, 628 F.2d 1337, 1341,
207 USPQ 112, 116 (CCPA 1980). The length of time
taken to file a patent application after an actual reduc
tion to practice is generally of no consequence except
in an interference proceeding. Paulik v. Rizkalla,
760 F.2d 1270, 1271, 226 USPQ 225, 226 (Fed. Cir.
1985) (suppression or concealment may be deliberate
or may arise due to an inference from a "too long"
delay in filing a patent application). Peeler v. Miller,
535 F.2d 647, 656, 190 USPQ 117,124 (CCPA 1976)
("mere delay, without more, is not sufficient to estab
lish suppression or concealment." "What we are
deciding here is that Monsanto's delay is not 'merely
delay' and that Monsanto's justification for the delay
is inadequate to overcome the inference of suppres
sion created by the excessive delay." The word
"mere" does not imply a total absence of a limit on the
duration of delay. Whether any delay is "mere" is
decided only on a case-by-case basis.).

Where a junior party in au interference relies upon
an actual reduction to practice to demonstrate first
inventorship, and where the hiatus in time between
the date for the junior party's asserted reduction to
practice and the filing of its application is unreason
ably long, the hiatus may give rise to an inference that
the junior party in fact suppressed or concealed the
invention and the junior party will not be allowed to
rely upon the earlier actual reduction to practice.
Young v. Dworkin, 489 F.2d 1277, 1280 n.S,
180 USPQ 388, 391 n.3 (CCPA 1974) (suppression
and concealment issues are to be addressed on a case
by-case basis).

SUPPRESSION OR CONCEALMENT NEED
NOT BE ATTRffiUTED TO INVENTOR

Suppression or concealment need not be attributed
to the inventor. Peeler v. Miller, 535 F.2d 647,653-54,
190 USPQ 117, 122 (CCPA 1976) ("fOUT year delay
from the time. an inventor ... completes his work ...
and the time his assignee-employer files a patent
application is, prima facie, unreasonably long in an
interference with a party who filed first"); Shindelar
v. Holdeman, 628 F.2d 1337, 1341-42, 207 USPQ
112, 116-17 (CCPA 1980) (A patent attorney's work
load will not preclude a holding of an unreasonable
delay-a total of 3 months was identified as possible
of excuse in regard to the filing of an application.).

INFERENCE OF SUPPRESSION OR CON
CEALMENTISREBUTTABLE

Notwithstanding a finding of suppression or con
cealment, a constructive reduction to practice such as
renewed activity justprior to other party's entry into
field coupled with the diligent filing of an application
would still cause the junior party to prevail. Lutzker v.
Plet, 843 F.2d 1364, 1367-69, 6 USPQ2d 1370, 1371
72 (Fed. Cir. 1988) (activities directed towards com
mercialization not sufficieut to rebut inference);
Holmwood v. Cherpeck, 2 USPQ2d 1942, 1945 (Bd.
Pat. App. & Inter. 1986) (the inference of suppression
or concealment may be rebutted by showing activity
directed to perfecting the invention,preparing the
application, or preparing other compounds within the
scope of the generic invention); Engelhardt v. Judd,
369 F.2d 408, 411, 151 USPQ 732, 735 (CCPA 1966)
("We recognize that an inventor of a new series of
compounds should not be forced to file applications
piecemeal on each new member as it is synthesized,
identified and tested for utility. A reasonable
amount of time should be allowed. for completion
of the research. project on the whole series of new
compounds, and a further reasonable time period
should then be allowed for drafting and filing the
patent application(s) thereon."); Bogoslowsky v. Huse,
142 F.2d 75, 77, 61 USPQ 349, 351 (CCPA 1944)
(The doctrine of suppression and concealment is not
applicable to conception without an actual reduction
to practice.).
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ABANDONMENT

A finding of suppression or concealment may not
amount to a finding of abandonment wherein a right
to a patent is lost. Steierman v. Connelly, 197 USPQ
288, 289 (Comm'r Pat. 1976); Correge v. Murphy,
705 F.2c11326, 1329, :217 USPQ 753, 755 (Fed.Cir.
1983)(an invention Cah110t be abandoned until it is
first reduced to practice).

2138.04 "Conception"

Conception has been defined as "the complete per
fOrmance of the m.entalpartof the inventive act" and
it is "the formation in the mind of the inventor of a
definite and permanent idea of the complete and opere
alive invention as it is thereafter to be applied in prac
tice...." Townsend v. Smith, 36 F.2d 292, 295, 4 USPQ
269,271 (CCPA 1930). "[Cjonception is established
when the invention is made sufficiently clear to
enable one skilled in the art to reduce it to practice
without the exercise of extensive experimentation or
the exercise of inventive skill." Hiatt: v. Ziegler,
179 USPQ 757,763 (Bd. Pat. Inter. 1973). Concep
tion has also been defined asa disclosure ofaninven
tion which enables one skilled in the art to reduce .the
invention to a practical form without "exercise of the
inventive faculty." Gunter v. Stream, 573 F.2d 77,
197USPQ 482 (CCPA 1978). See also Coleman v.
Dines, 754 F.2d 353, 224 USPQ 857 (Fed. Cir. 1985)
(It is settled that in establishing conception a party
must show possession of every feature recited in the
count, and that every limitation of. the count must
have been known to the inventor at the time of the
alleged conception. Conception must be proved by
corroborating evidence.); Hybritech Inc. v. Mono
clonal Antibodies Inc., 802 F. 2d 1367, 1376,
231 USPQ81, 87 (Fed. Cir. 1986) (Conception is the
"formation in the mind of the inventor, of a definite
and permanent idea of the complete and operative
invention, as it is hereafter to be applied in prac
tice."); Hitzeman v. Rutter, 243F.3d 1345,
58 USPQ2d 1161 (Fed. Cir. 2001) (Inventor's "hope"
that a genetically altered yeast would produce antigen
particles having the particle size and sedimentation
rates recited in the claims did hot establishconcep
tion, since the inventor did not show that he had a
"definite and permanent understanding" as to whether
or how, or a reasonable expectation that, the yeast
would produce the recited antigen particles.).

CONCEPTION MUST BE DONE IN THE MIND
OF THE INVENTOR

The inventor must form a definite and permanent
idea of the complete and operable invention to estab
lish conception. Bosies v. Benedict, 27 F.3d 539, 543,
30 USPQ2d 1862, 1865 (Fed. Cir. 1994) (Testimony
by a noninventor as to the meaning of a variable of a
generic compound described in an inventor's note
book was insufficient as a matter of law to establish
the meaning of the Variable because the testimony
was not probative of what the inventors conceived.).

AS LONG AS THE INVENTOR MAINTAINS IN
TELLECTUAL DOMINATION OVER MAKING
THE INVENTION, .IDEAS, SUGGESTIONS,
AND MATERIALS MAY BE ADOPTED FROM
OTHERS

An inventor may consider and adopt ideas, sugges
tions and materials derived from many sources: a sug
gestion from an employee, a hired consultant or a
friend even if the adopted material proves to be the
key that unlocks the problem so long as the inventor
"maintains intellectual domination of the work of
making the invention down to the successful testing,
selecting or rejecting, ... " Morse v. Porter, 155 USPQ
280, 283 (Bd. Pat. Inter. 1965); Staehelin v. Secher,
24 USPQ2d 1513, 1522 (Bd. Pat. App. & Inter. 1992)
("evidence of conception naming only one. of the
actual inventive entity inures to the benefit of and
serves as evidence of conception by the complete
inventive entity").

CONCEPTION REQUIRES CONTEMPORANE
OUS RECOGNITION AND APPRECIATION OF
THE INVENTION

There must be a contemporaneous recognition and
appreciation of the invention for there to be concep
tion. Silvestri v. Grant, 496 F.2d 593, 596,181
USPQ 706, 708 (CCPA 1974) ("an accidental and
unappreciated duplication of an invention does not
defeat the patent right of one who, though later in time
was the first to recognize that which constitutes the
inventive subject matter"); Langer v. Kaufman, 465
F.2d 915,918, 175 USPQ 172, 174 (CCPA 1972)
(new form of catalyst was not recognized when it was
first produced; conception cannot be established nunc
pro tunc). However, an inventor does not need to
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know that the invention will work for there to be com
plete conception. Burroughs Wellcome Co. v. Barr
Labs., Inc., 40 F.3d 1223, 1228, 32 USPQ2d 1915,
1919 (Fed. Cir. 1994) (Draft patent application dis
closing treatment of AIDS with AZT reciting dosages,
forms, and routes of administration was sufficient to
collaborate conception whether or not the inventors
believed the inventions would work based on initial
screening tests.).

While conception of a species within a genus may
constitute conception of the genus, conception of one
species and the genus may not constitute conception
of another species in the genus. Oka v. Youssefyeh,
849 F.2d 581, 7 USPQ2d 1169 (Fed. Cir. 1988) (con
ception of a chemical requires both the idea of the
structure of the chemical and possession of an opera
tive method of making it). See also Amgen v. Chugai
Pharmaceutical Co., 927 F.2d 1200, 1206,
18 USPQ2d 1016, 1021 (Fed. Cir. 1991) (in the isola
tion of a gene, defining a gene by its principal biolog
ical property is not sufficient for conception absent an
ability to envision the detailed constitution as well as
a method for obtaining it); Fiers v. Revel, 984 F.2d
1164, 1170,25 USPQ2d 1601, 1605 (Fed. Cir. 1993)
("[b]efore reduction to practice, conception only of a
process for making a substance, without conception of
a structural or equivalent definition of that substance,
can at most constitute a conception of the substance
claimed as a process" but cannot constitute concep
tion of the substance; as "conception is not enable
ment," conception of a purified DNA sequence
coding for a specific protein by function and a method
for its isolation that could be carried out by one of
ordinary skill in the art is not conception of that mate
rial).

On rare occasions conception and reduction to
practice occur simultaneously. Alpert v. Slatin,
305 F.2d 891, 894, 134 USPQ 296, 299 (CCPA 1962).
"[I]n some unpredictable areas of chemistry and biol
ogy, there is no conception until the invention has
been reduced to practice." MacMillan v. Moffett,
432 F.2d 1237, 1234-40, 167 USPQ 550, 552-553
(CCPA 1970). See also Hitzeman v. Rutter, 243 F.3d
1345, 58 USPQ2d 1161 (Fed. Cir. 2001) (conception
simultaneous with reduction to practice where appel
lant lacked reasonable certainty that yeast's perfor
mance of certain intracellular processes would result
in the claimed antigen particles); Dunn v. Ragin,

50 USPQ 472, 475 (Ed. Pat. Inter. 1941) (a new vari
ety of asexually reproduced plarit is conceived and
reduced to practice when it is grown and recognized
as a new variety). Under these circumstances, concep
tion is not complete if subsequent experimentation
reveals factual uncertainty which "so undermines the
specificity of the inventor's idea that it is not yet a
definite and permanent reflection of the complete
invention as it will be used in practice." Burroughs
Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1229,
32 USPQ2d 1915, 1920 (Fed. Cir. 1994).

A PREVIOUSLY ABANDONED APPLICATION
WHICH WAS NOT COPENDING WITH A
SUBSEQUENT APPLICATION IS EVIDENCE
ONLY OF CONCEPTION

An abandoned application with which no subse
quent application was copending serves to abandon
benefit of the application's filing as a constructive
reduction to practice and the abandoned application is
evidence only of conception. In re Costello, 717 F.2d
1346, 1350,219 USPQ 389, 392 (Fed. Cir. 1983).

2138.05 "Reduction to Practice"

Reduction to practice may be an actual reduction or
a constructive reduction to practice which occurs
when a patent application on the claimed invention is
filed. The filing of a patent application serves as con
ception and constructive reduction to practice of the
subject matter described in the application. Thus the
inventor need not provide evidence of either concep
tion oractual reduction to practice when relying on
the content of the patent application. Hyatt v. Boone,
146 F.3d 1348, 1352, 47 USPQ2d 1128, 1130 (Fed.
Cir. 1998). A reduction to practice can be done by
another on behalf of the inventor. De Solms v. Schoen
wald, 15 USPQ2d 1507, 1510 (Ed. Pat. App. & Inter.
1990). "While the filing of the original application
theoretically constituted a constructive reduction to
practice at the time, the subsequent abandonment of
that application also resulted in an abandonment of
the benefit of that filing as a constructive reduction to
practice. The filing of the original application is, how
ever, evidence of conception of the invention." In re
Costello, 717 F.2d 1346, 1350, 219 USPQ 389, 392
(Fed. Cir.1983).
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CONSTRUCTIVE REDUCTION TO PRACTICE
REQUIRES COMPLIANCE WITH 35 U.S.C. 112,
FIRST PARAGRAPH

When a party to an interference seeks the benefit of
an earlier-filed u.s. patent application, the earlier
application must meet the requirements of 35 U.S.C.
120 and 35 U.S.C. 112, first paragraph for the subject
matter of the count. The earlier application must meet
the enablement requirement and must contain a writ
ten description of the subject matter of the interfer
ence count. Hyatt v. Boone, 146 F.3d 1348, 1352,
47 USPQ2d 1128, 1130 (Fed. Cir. 1998). Proof of a
constructiveredll~tion to practice requires sufficient
disclosure under the "how to use" and "how to make"
requirements of 35 U.S.c. 112, first patagraph. Kawai
v. Metlesics, 480 F.2d 880, 886, 178 USPQ158, 163
(CCPA 1973) (A constructive reduction to practice is
not proven unless the specification discloses apracti
cal utility where one would not be obvious. Prior art
which disclosed an anticonvulsant compound which
differed from the claimed compound only in the
absence of a ~CH2- group connecting two functional
groups was not sufficient to establish utility of the
claimed compound because the compounds were not
so closely related that they could be presumed to have
the same utility.). The purpose of the written descrip
tion requirement is "to ensure that the inventor had
possession, as Of the filing date of the application
relied on, .of the specific subject matter later claimed
by him." In re Edwards, 568F.2d 1349, 1351-52, 196
USPQ 465, 467 (CCPA 1978). The writtendescrip
tion must include all of the limitations of the ·interfer
ence count, or the'applicant must show that any absent
text is necessarily comprehended in the description
provided and would have been so understood at the
time the patent application was filed. Furthermore, the
written description must be sufficient, when the entire
specification is considered, such that the "necessary
and only reasonable construction" that would be
given it bya person skilled in the art is one that
clearly supports each positive limitation in the count.
Hyatt v. Boone,.146 F,3d at 1354-55, 47 USPQ2d at
1130-1132 (Fed. Cir.1998)·(The claim could be read
as describing subject matter other than that of the
count and thus did not establishthatthe applicant was
in possessionof.the invention of the count.). See also
Bigham v. Godtfredsen, 857 F.2d 1415, 1417,
8 USPQ2d 1266, 1268 (Fed. Cir. 1988) ("[t]he

generic term halogen comprehends a limited number
of species, and ordinarily constitutes a sufficient writ
ten description of the common halogen species,"
except where the halogen species are patentably dis
tinct).

REQUIREMENTS TO ESTABLISH ACTUAL
REDUCTION TO PRACTICE

"In an interference proceeding, a party seeking to
establish an actual reduction to practice must satisfy a
two-prong test: (1) the party constructed an embodi
ment or performed a process that met every element
of the interference count, and (2) the embodiment or
process operated for its intended purpose." Eaton v.
Evans, 204 F.3d 1094, 1097,53 USPQ2d 1696, 1698
(Fed. Cir. 2000).

The same evidence sufficient for a constructive
reduction to practice may be insufficient to establish
an actual reduction to practice, which requires a
showing of the invention in a physical or tangible
form that shows every element of the count. Wetmore
v. Quick, 536 F.2d 937, 942, 190 USPQ 223, 227
(CCPA 1926). For an actual reduction to practice, the
invention must have been sufficiently tested to dem
onstrate that it will work for its intended purpose, but
it need not be in a commercially satisfactory stage of
development. If a device is so simple, and its purpose
and efficacy so obvious, construction alone is suffi
cient to demonstrate workability. King Instrument
Corp. v. Otari Corp., 767 F.2d 853, 860, 226 USPQ
402,407 (Fed. Cir. 1985).

For additional cases pertaining to the requirements
necessary to establish actual reduction to practice see
DSL Dynamic Sciences, Ltd. v. Union Switch & Sig
nal, Inc., 928 F.2d 1122, 1126, 18 USPQ2d 1152,
1155 (Fed. Cit. 1991) ("events occurring after an
alleged actual reduction to practice can call into ques
tion whether reduction to practice has in fact
occurred"); Corona v. Dovan, 273 U.S. 692, 1928
C.D. 252 (1928) ("A process is reduced to practice
when it is successfully performed. A machine is
reduced to practice when it is assembled, adjusted and
used. A manufacture [i.e., article of manufacture] is
reduced to practice when it is completely manufac
tured. A composition of matter is reduced to practice
when it is completely composed." 1928 C.D. at 262
263 (emphasis added).); Fitzgeraldv. Arbib, 268 F.2d
763, 765-66, 122 USPQ 530, 531-32 (CCPA 1959)
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/
("the reduction to practice oda three-dimensional
design invention requires the production of an article
embodying that design" in "other than a mere draw
ing").

TESTING REQUIRED TO ESTABLISH AN AC
TUAL REDUCTION TO PRACTICE

"The nature of testing which is required to establish
a reduction to practice depends on the particular facts
of each case, especially the nature of the invention."
Gellert v. Wanberg, 495 F.2d 779, 783, 181 USPQ
648,652 (CCPA 1974) ("an invention may be tested
sufficiently ... where less than all of the conditions of
actual use are duplicated by the tests"); Wells v. Fre
mont, 177 USPQ 22, 24-5 (Bd. Pat. Inter. 1972)
("even where tests are conducted under 'bench' or
laboratory conditions, those conditions must 'fully
duplicate each and every condition of actual use' or if
they do not, then the evidence must establish a rela
tionship between the subject matter, the test condition
and the intended functional setting of the invention,"
but it is not required that all the conditions of all
actual uses be duplicated, such as rain, snow, mud,
dust and submersion in water).

REDUCTION TO PRACTICE REQUIRES REC
OGNITION AND APPRECIATION OF THE IN
VENTION

The invention must be recognized and appreciated
for a reduction to practice to occur. "The rule that con
ception and reduction to practice cannot be estab
lished nunc pro tunc simply requires that in order for
an experiment to constitute an actual reduction to
practice, there must have been. contemporaneous
appreciation of the invention at issue by the inven
tor.... Subsequent testing or later recognition may not
be used to show that a party had contemporaneous
appreciation of the invention. However, evidence of
subsequent testing may be admitted for the purpose of
showing that an embodiment was produced and that it
met the limitations of the count." Cooper v. Goldfarb,
154 F.3d 1321, 1331, 47 USPQ2d 1896, 1904 (Fed.
Cir. 1998) (citations omitted). Meitzner v. Corte, 537
F.2d 524, 528, 190 USPQ 407, 410 (CCPA 1976)
(there can be no conception or reduction to practice of
a new form or of a process using such a new form of
an otherwise old composition where there has been no
recognition or appreciation of the existence of the

2138.05

new form); Estee Lauder, Inc. v. L'Oreal SA, 129
F.3d 588, 593, 44 USPQ2d 1610, 1615 (Fed. Cir.
1997) ("[W]hen testing is necessary to establish util
ity, there must be recognition and appreciation that the
tests were successful for reduction to practice to
occur." A showing that testing was completed before
the critical date, and that testing ultimately proved
successful, was held insufficient to establish a reduc
tion to practice before the critical date, since the suc
cess of the testing was not appreciated or recognized
until after the critical date.); Parker v. Frilette,
462 F.2d 544,547, 174 USPQ 321,324 (CCPA 1972)
("[an] inventor need not understand precisely why his
invention works in order to achieve an actual reduc
tion to practice").

RECOGNITION OF THE INVENTION BY AN
OTHER MAY INURE TO THE BENEFIT OF
THE INVENTOR

"Inurement involves a claim by an inventor that, as
a matter of law, the acts of another person should
accrue to the benefit of the inventor." Cooper v. Gold-
farb, 154 F.3d 1321, 1331, 47 USPQ2d 1896, 1904
(Fed. Cir. 1998). Before a non-inventor's recognition
of the utility of the invention can inure to the benefit
of the inventor, the following three-prong test must be
met: (I) the inventor must have conceived of the
invention, (2) the inventor must have had an expecta
tion that the embodiment tested would work for the
intended purpose of the invention, and (3) theinven
tor must have submitted the embodiment for testing
for the intended purpose of the invention. Genentech
Inc. v. Chiron Corp., 220 F.3d 1345, 1354,
55 USPQ2d 1636, 1643 (Fed. Cir. 2000). In Genen
tech, a non-inventor hired by the inventors to test
yeast samples for the presence of the fusion protein
encoded by the DNA construct of theinvention recog
nized the growth-enhancing property of the fusion
protein, but did not communicate this recognition
to the inventors. The court found that because the
inventors did not submit the samples for testing
growth-promoting activity, the intended purpose of
the invention, the third prong was not satisfied and the
uncommunicated recognition of the activity of the
fusion protein by the non-inventor did not inure to
their benefit. See also Cooper v. Goldfarb, 240F.3d
1378; 1385, 57 USPQ2d 1990, 1995 (Fed. Cir; 2001)
(Cooper sent to Goldfarb samples of a material for use
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in vascular grafts. At the time the samples were sent,
Cooper was unaware of the importance of the fibril
length of the material. Cooper did not at any time later
convey to, or request from, Goldfarb any information
regarding fibril length. Therefore, Goldfarb's determi
nation of the fibril lengths of the material could not
inure to Cooper's benefit.).

IN AN INTERFERENCE PROCEEDING, ALL
LIMITATIONS OF A COUNT MUST BE RE
DUCED TO PRACTICE

The device reduced to practice must include every
limitation of the count. Fredkin v. Irasek, 397 F.2d
342, 158 USPQ 280, 285 (CCPA 1968); every limita
tion in a count is material and must be proved to
establish an actual reduction to practice. Meitzner v.
Corte, 537 F.2d 524, 528, 190 USPQ 407, 410. See
also Hull v. Bonis, 214 USPQ 731, 734 (Bd.Pat, Inter.
1982) (no doctrine of equivalents-remedy is a pre
liminary motion to amend the count to conform to the
proofs).

CLAIMED INVENTION IS NOT ACTUALLY
REDUCED TO PRACTICE UNLESS THERE IS
A KNOWN UTILITY

Utility for the invention must be known at the time
of the reduction to practice. Wiesner v. Weigert, 666
F.2d 582, 588, 212 USPQ 721, 726 (CCPA 1981)
(except for plant and design inventions); Azar v.
Burns, 188 USPQ 601, 604 (Bd. Pat. Inter. 1975) (a
composition and a method cannot be actually reduced
to practice unless the composition and the product
produced by the method have a practical utility);
Ciric v. Flanigen, 511 F.2d 1182, 1185, 185 USPQ
103, 105-6 (CCPA 1975) ("when a count does not
recite any particular utility, evidence establishing a
substantial utility for any purpose is sufficient to
prove a reduction to practice"; "the demonstrated sim
ilarity of ion exchange and adsorptive properties
between the newly discovered zeolites and known
crystalline zeolites ... have established utility for the
zeolites of the count"); Engelhardt v. Judd, 369 F.2d
408, 411, 151 USPQ 732, 735 (CCPA 1966) (When
considering an actual reduction to practice as a bar to
patentability for claims to compounds, it is sufficient
to successfully demonstrate utility of the compounds

in animals for somewhat different pharmaceutical
purposes than those asserted in the specification for
bumans.); Rey-Bellet v. Engelhardt, 993 F.2d 1380,
1384, 181 USPQ 453, 455 (CCPA 1974) (Two catego
ries of tests on laboratory animals have been consid
ered adequate to show utility and reduction to
practice: first, tests carried out to prove utility in
humans where there is a satisfactory correlation
between humans and animals, and second, tests car
ried out to prove utility for treating animals.).

A PROBABLE UTILITY MAY NOT BE SUFFI
CIENT TO ESTABLISH UTILITY

A probable utility does not establish a practical util
ity, which is established by actual testing or where the
utility can be "foretold with certainty." Bindra v.
Kelly, 206 USPQ 570, 575 (Bd. Pat. Inter. 1979)
(Reduction to practice was not established for an
intermediate useful in. the preparation of a second
intermediate with a known utility in the preparation of
a pharmaceutical. The record established there was a
high degree of probability of a successful preparation
because one skilled in the art may have been moti
vated, in the sense of 35 U.S.c. 103, to prepare the
second intermediate from the first intermediate. How
ever, a strong probability of utility is not sufficient to
establish practical utility.); Wu v. Jucker, 167 USPQ
467, 472 (Bd. Pat. Inter. 1968) (screening test where
there was an indication of possible utility is insuffi
cient to establish practical utility). But see Nelson v.
Bowler, 628 F.2d 853, 858, 206 USPQ 881, 885
(CCPA 1980) (Relevant evidence is judged as a whole
for its persuasiveness in linking observed properties
to suggested uses. Reasonable correlation between the
two is sufficient for an actual reduction to practice.).

2138.06 "Reasonable Diligence"

The diligence of 35 U.S.c. 102(g) relates to rea
sonable "attorney-diligence" and "engineering-dili
gence" (Keizer v. Bradley, 270 F.2d 396, 397, 123
USPQ 215, 216 (CCPA 1959)), which does not
require that "an inventor or his attorney ." drop all
other work and concentrate on the particular invention
involved...." Emery v. Ronden, 188 USPQ 264, 268
(Bd. Pat. Inter. 1974).
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CRITICAL PERIOD FOR ESTABLISIDNG DIL
IGENCE BETWEEN ONE WHO WAS FIRST TO
CONCEIVE BUT LATER TO REDUCE TO
PRACTICE THE INVENTION

The critical period for diligence for a first conceiver
but second reducer begins not at the time of concep
tion of the first conceiver but just prior to the entry in
the field of the party who was first to reduce to prac
tice and continues until the first conceiver reduces to
practice. Hull v. Davenport, 90 F.2d 103, 105,
33 USPQ 506, 508 (CCPA 1937) ("lack of diligence
from the time of conception to the time immediately
preceding the conception date of the second conceiver
is not regarded as of importance except as it may have
a bearing upon his subsequent acts"). What serves as
the entry date into the field of a first reducer is depen
dent upon what is being relied on by the first reducer,
e.g., conception plus reasonable diligence to reduction
to practice (Fritsch v. Lin, 21 USPQ2d 1731, 1734
(Bd. Pat. App. & Inter. 1991), Emery v. Ronden,
188 USPQ 264, 268 (Bd. Pat. Inter. 1974)); an actual
reduction to practice or a constructive reduction to
practice by the filing of either a U.S. application (Reb
stock v. Flouret, 191 USPQ 342, 345 (Bd. Pat. Inter.
1975)) or reliance upon priority under 35 U.S.C. 119
of a foreign application (Justus v. Appenzeller,
177 USPQ 332, 339 (Bd. Pat. Inter. 1971) (chain of
priorities under 35 U.S.C. 119 and 120, priority under
35 U.S.C. 119 denied for failure to supply certified
copy of the foreign application during pendency of
the application filed within the twelfth month)).

THE ENTIRE PERIOD DURING WIDCH DILI
GENCE IS REQUIRED MUST BE AC
COUNTED FOR BY EITHER AFFIRMATIVE
ACTS OR ACCEPTABLE EXCUSES

An applicant mnst account for the entire period dur
ing which diligence is required. Gould v. Schawlow,
363 F.2d 908, 919, 150 USPQ 634,643 (CCPA 1966)
(Merely stating that there were no weeks or months
that the invention was not worked on is not enough.);
In re Harry, 333 F.2d 920, 923, 142 USPQ 164, 166
(CCPA 1964) (statement that the subject matter "was
diligently reduced to practice" is not a showing but a
mete pleading). A 2-day period lacking activity has
been held to be fatal. In re Mulder, 716 F.2d 1542,
1545, 219 USPQ 189, 193 (Fed. Cir. 1983) (37 CFR
1.131 issue); Fitzgerald. v. Arbib, 268 F.2d 763, 766,

122USPQ 530, 532 (CCPA 1959) (Less than 1 month
of inactivity during critical period. Efforts to exploit
an invention commercially do not constitute diligence
in reducing it to practice. An actual reduction to prac
tice in the case of a design for a three-dimensional
article requires that it should be embodied in some
structure other than a mere drawing.); Kendall v.
Searles, 173 F.2d 986,993,81 USPQ 363,369 (CCPA
1949) (Diligence requires that applicants must be spe
cific as to dates and facts.).

The period during which diligence is reqnired must
be accounted for by either affirmative acts or accept
able excuses. Rebstock v. Flouret, 191 USPQ 342, 345
(Bd. Pat. Inter. 1975); Rieser v. Williams, 225 F.2d
419,423, 118 USPQ 96, 100 (CCPA 1958) (Being last
to reduce to practice, party cannot prevail unless he
has shown that he was first to conceive and that he
exercised reasonable diligence during the critical
period from just prior to opponent's entry into the
field); Griffith v. Kanamaru, 816 F.2d 624, 2 USPQ2d
1361 (Fed. Cir. 1987) (Court generally reviewed cases
on excuses for inactivity including vacation extended
by ill health and daily job demands, and held lack of
uuiversity funding and personnel are not acceptable
excuses.);Litchfield v. Eigen, 535 F.2d72, 190 USPQ
113 (CCPA 1976) (budgetary limits and availability of
animals for testing not sufficiently described); Mor
way v. Bondi, 203 F.2d 741, 749, 97 USPQ 318, 323
(CCPA 1953) (voluntarily laying aside inventive con
cept in pursuit of other projects is generally not an
acceptable excuse although there may be circum.
stances creating exceptions); Anderson v. Crowther;
152 USPQ 504, 512 (Bd. Pat. Inter. 1965) (prepara
tion of routine periodic reports covering all accom
plishments of the. laboratory insufficient to show
diligence); Wu v. Jucker, 167 USPQ 467, 472-73 (Bd.
Pat. Inter. 1968) (applicant improperly allowed test
data sheets to accumulate to a sufficient amount to
justify. interfering with equipment then in use on
another project); Tucker v. Natta, 171 USPQ 494,498
(Bd.Pat. Inter. 1971) ("[a]ctivity directed toward the
reduction to practice of a genus does not establish,
prima facie, diligence toward the reduction to practice
of a species embraced by said genus"); Justus v.
Appenzeller, 177 USPQ 332, 340-1 (Bd. Pat. Inter.
1971) (Although it is possible that patentee could
have reduced the invention to practice in a shorter
time by relying on stock items rather than by design-
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ing a particular piece of hardware, patentee exercised
reasonable diligence to secure the required hardware
to actually reduce the invention to practice. "[I]n
deciding the question of diligence it is immaterial that
the inventor may not have taken the expeditious

")course.....

WORK RELIED UPON TO SHOW REASON
ABLE DILIGENCE MUST BE DIRECTLY RE·
LATED TO THE REDUCTION TO PRACTICE

The work relied upon to show reasonable diligence
must be directly related to the reduction to practice of
the invention in issue. Naber v. Cricchi, 567 F.2d 382,
384, 196 USPQ 294, 296 (CCPA 1977), cert. denied,
439 U.S. 826 (1978). "[U]nder some circumstances an
inventor should also be able to rely on work on
closely related inventions as support for diligence
toward the reduction to practice on' an invention in
issue." Ginos v. Nedelec, 220 USPQ 831, 836 (Bd.
Pat. Inter. 1983) (work on other closely related com
pounds that were considered to be part of the same
invention and which were included as part of a grand
parent application). "The work relied upon must be
directed to attaining a reduction to practice of the sub
ject matter of the counts. It is not sufficient that the
activity relied on concerns related subject matter."
Gunn v. Bosch, 181 USPQ 758, 761 (Bd. Pat. Inter.
1973) (An actual reduction to practice of the inven
tion at issue which occurred when the inventor was
working on a different invention "was fortuitous, and
not the result of a continuous intent or effort to reduce
to practice the invention here in issue. Such fortu
itousness is inconsistentwith the exercise of diligence
toward reduction to practice of that invention."
181 USPQ at 761. Furthermore, evidence drawn
towards work on improvement of samples or speci
mens generally already in use at the time of concep
tion that are but one element of the oscillator circuit of
the count does not show diligence towards the con
struction and testing of the overall combination.);
Broos v. Barton, 142 F.2d 690, 691, 61 USPQ 447,
448 (CCPA 1944) (preparation of application in U.S.
for foreign filing constitutes diligence); De 801ms v.
Schoenwald, 15 USPQ2d 1507 (Bd. Pat. App. & Inter.
1990) (principles of diligence must be given to inven
tor's circumstances including skill and time; require
ment of corroboration applies only to testimony of
inventor); Huelster v. Reiter, 168 F.2d 542, 78 USPQ

82 (CCPA 1948) (if inventor was not able to make an
actual reduction to practice of the invention, he must
also show why he was not able to constructively
reduce the invention to practice by the filing of an
application).

DILIGENCE REQUIRED IN PREPARING AND
FILING PATENT APPLICATION

The diligence of attorney in preparing and filing
patent application inures to the benefit of the inventor.
Conception was, established at least as early as the
date a draft of a patent application was finished by a
patent attorney on behalf of the inventor. Conception
is less a matter of signature than it is one of disclo
sure. Attorney does not prepare a patent application
on behalf of particular named persons, but on behalf
of the true inventive entity. Six days to execute and
file application is acceptable. Haskell v. Coleburne,
671 F.2d 1362, 213 USPQ 192, 195 (CCPA 1982).
See also Bey v. Kollonitsch, 866 F.2d 1024,
231 USPQ 967 (Fed. Cir. 1986) (Reasonable dili
gence is all that is required of the attorney. Reason
able diligence is established if attorney worked
reasonably hard on the application during the continu
ous critical period. If the attorney has a reasonable
backlog of unrelated cases which he takes up in chro
nological order and.carries out expeditiously, that is
sufficient. Work on a related case(s) that contributed
substantially to the ultimate preparation of an applica
tion can be credited as diligence.).

END OF DILIGENCE PERIOD IS MARKED BY
EITHER .ACTUAL OR CONSTRUCTIVE RE
DUCTION TO PRACTICE

"[I]t is of no moment that the end of that period [for
diligence] is fixed by a constructive, rather than an
actual, reduction to practice." Justus v. Appenzeller,
177 USPQ 332, 340-41 (Bd. Pat. Inter. 1971).

2141 35 U.S.C. 103; the Graham
Factual Inquiries

35 u.s.c. 103. Conditions for patentability; non-obvious
subject matter.

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of this
title, if the differences between the subject matter sought to be pat
entedand the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was made to a
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person having ordinary skill in the art to which 'said.subject matter
pertains. Patentability shall not be :negatived by the manner in
which the invention was made.

(b)(l)Notwithstanding subsection (a), and upon timely elec
tion by the applicant for patent to proceed under this subsection, a
biotechnological process-using or resulting in a composition of
matter that is novel under section 1Oz and nonobvious under sub
section (a) of this section shall be considered nonobviousif-

(A) claims to the process and the composition of matter
are contained in either the same application forpa~ent9r in sepa
rate applications having the same effective filing date; and

(B) the composition of matter, and the process at the time
it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-
(A) shall also contain the claims to the composition of

matter used in or made by that process, or
(B) shall, if such composition of matter is claimed in

an0tiler patent, be set to.,expire, on the same date as such other
patent, notwithstanding section 154.

(3) For purposes of paragraph (1), the term "biotechno
logical process" means-

(A) a process of genetically altering or otherwise
inducing a single- or multi-celled organism to-

(i}express an exogenous nucleotide sequence,
(ii) inhibit, eliminate, augment, or alter expression

ofan endogenous nucleotide sequence, or
(iii) express 'a specific physiological characteristic

not naturally associated with said organism;
(B) cell fusion procedures -yielding a cell line that

expresses a specific, protein, such as a monoclonal antibody; and
(C) a method ofusing a product produced by a process

defined by subparagraph.rA) or (B), or a combination of subpara
graphs (A) and (B).

- (c) Subject matter developed by' another person, which qual
ifies as prior art only under one or more of subsections '(e); (f), and
(g) of section 102, of this title, shall not preclude. patentability
under this section where the subject matter and the claimed inven
tion were, at the time the:invention was made, owned by the same
person or subject to an obligation of assignment to the same perR

son.

STANDARD OF PATENTABILITY TO BE AP
PLIED IN OBVIOUSNESS REJECTIONS

Patent examiners carry the responsibility of making
sure that the standard of patentability enunciated by
the Supreme Court. and by the Congress is applied in
each and every case. The Supreme Court in Graham v.
John Deere, 383 U.S. 1, 148 USPQ 459 (1966),
stated:

Under § 103, the scope and content of the prior art are
to be,determined; differences between the prior art and the
claims at issue are to,be ascertained; and the level of ordi
nary skill in the pertinent art resolved. Against this back
ground, the obviousness or nonobviousness of the subject

matter is determined. Such' secondary considerations as
commercial .success, long felt butunsolved needs, failure
of others,etc., might be utilized to give light to the cir

cUlllStance,s Stm0U~~ing the origin ~f_ the" subject ma~ter
sought to be patented. As indicia of obviousness or non
obviousness, these inquires may have relevancy...

This in not to say, however.that there will not be, diffi
cultiesin applying the nonobviousness test. What is .obvi
ous is not a question upon which there is likely tobe
uniformity of thought in every given factual context. The
difficulties, however, are comparable to those encountered
daily by the courts. in such frames ofreferenceas negli
gence and scienter, and should be amenable toa case-by
case development. W.e believe that strict observance of the
requirements laid down here will result in that uniformity
and definitiveness which Congress called for in the 1952
Act.

Office policy is to follow Graham v. JohnDeere
Co. in the consideration and determination of obvi
ousness under 35 U.S.C. 103. As quoted above, the
four factual inquires enunciated therein as aback
ground for determining obviousness are as follows:

(A) Determining the scope and .contents of the
prior art;

(B) Ascertaining the differences between the
prior art and the claims in issue;

(C) Resolving the level of ordinary skill in the
pertinent art; and

(D) Evaluating evidence of secondary consider
ations.

The Supreme Court reaffirmed and relied upon the
Graham three pronged test in its consideration and
determination of obviousnessIn the fact situations
presented in Sakraida v. Ag Pro, Inc" 425 U.S. 273,
189 USPQ 449, reh'g denied, 426 U.S. 955 (1976)
and Anderson 's-Black Rock, Inc. v. Pavement Salvage
Co., 396 U.S. 57, 163 USPQ 673 (1969). In each case,
the Court discussed whether the claimed combina-.
tions produced a "new or different function" and a
"synergistic result," but it clearly decided whether the
claimed inventions were nonobviousness on the basis
of the three-way test in Graham. Nowhere in its deci
sions in these cases does the Court state that the "new
or different function" and "synergistic result" tests
supersede a finding of nonobvious or obviousness
under the Graham test.

Accordingly; examiners should apply the test for
patentability under 35 U.S.C. 103 set forth inGra
ham. See below for a detailed discussion of each of
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the Graham factual inquiries. It should be noted that
the Supreme Court's application of the Graham test to
the fact circumstances in Ag Pro was somewhatstrin
gent, as it was in Black Rock. Note Republic indus
tries, Inc. v. Schlage Lock Co., 592 F.2d 963, 200
USPQ 769 (7th Cir. 1979). The Court of Appeals for
the Federal Circuit stated in Strataflex, Inc. v. Aero
quip Corp., 713 F.2d 1530, 1540, 218 USPQ 871, 880
(Fed. Cir. 1983) that

A requirementfor "synergism"or a "synergisticeffect"
is nowhere found in the statute, 35 U.S.C. When: present,
for example in a chemical case, synergism may point
toward nonobviousness, but its absence has no place in
evaluating the evidence on obviousness. The mote objec
tive findings suggestedin Graham, supra, are drawn from
the language of the statute and are fully adequate guides
for evaluating the evidence relating to compliance with 35
U.S.C. § 103. Bowser Inc. v. United States, 388 F. 2d 346,
156 USPQ 406 (Ct. Cl. t967).

BASIC CONSIDERATIONS WHICH APPLY TO
OBVIOUSNESS REJECTIONS

When applying 35 U.S.C. 103, the following tenets
of patent law must be adhered to:

(A) The claimed invention must be considered as
a whole;

(B) The references must be considered as a whole
and must suggest the desirability and thus the obvi
ousness of making the combination;

(C) The references must be viewed without the
benefit of impermissible hindsight vision afforded by
the claimed invention; and

(D) Reasonable expectation of success is the stan
dard with which obviousness is determined.

Hodosh v. Block Drug Co., Inc., 786 F.2d 1136,
1143 n.5, 229 USPQ 182, 187 n.5 (Fed. Cir. 1986).

OBJECTIVE EVIDENCE MUST BE CON·
SIDERED

Objective evidence or secondary considerations
such as unexpected results, commercial success, long
felt need, failure of others, copying by others, licens
ing, and skepticism of experts are relevant to the issue
of obviousness and must be considered in every case
in which they are present. When evidence of any of
these secondary considerations is submitted, the
examiner must evaluate the evidence. The weight to
be accorded to the evidence depends on the individual

factual circumstances of each case. Strataflex, Inc. v.
Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed.
Cir. 1983); Hybritech, Inc. v. Monoclonal Antibod
ies, Inc., 802 F.2d 1367, 231 USPQ 81 (Fed. Cir.
1986), cert. denied, 480 U.S. 947 (1987). The ulti
mate determination on patentability is made on the
entire record. In re Oetiker, 977 F.2d 1443, 1446,
24 USPQ2d 1443, 1445(Fed. Cir. 1992).

See MPEP § 716- § 716.06 for a discussion of
objective evidence and its role in the final legal deter
mination of whether a claimed invention would have
been obvious under 35 U.S.c. 103.

2141.01 Scope and Content of the Prior
Art

I. PRIOR ART AVAILABLE UNDER
35 U.S.C. 102 IS AVAILABLE UNDER
35 U.S.C. 103

"Before answering Graham's 'content' inquiry, it
must be kIlown whether a patent or publication is in
the prior art under 35 U.S.C. § 102." Panduit Corp. v.
Dennison Mfg. Co., 810 F2d 1561, 1568, I USPQ2d
1593, 1597 (Fed. Cir.), cert. denied, 481 U.S. 1052
(1987). Subject matter that is prior art under
35 U.S.C. 102 can be used to support a rejection
under section 103. Ex parte Andresen, 212 USPQ 100,
102 (Bd. Pat. App. & Inter. 1981) ("it appears to us
that the commentator [of35 U.S.C.A.] and the [con
gressional] committee viewed section 103 as includ
ing all of the various bars to a patent as set forth in
section 102.").

A 35 U.S.C. 103 rejection is based on 35 U.S.C.
102(a), 102(b), 102(e), etc. depending on the type of
prior art reference used and its publication or issue
date. For instance, an obviousness rejection over a
U.S. patent which was issued more than 1 year before
the filing date of the application is said to be a statu
tory bar just as if it anticipated the claims under 35
U.S.c. 102(b). Analogously, an obviousness rejection
based on a publication which would be applied under
102(a) if it anticipated the claims can be overcome by
swearing behind the publication date of the reference
by filing an affidavit or declaration under 37 CFR
1.131.

For an overview of what constitutes prior art under
35 U.S.c. 102, see MPEP § 901 - § 901.06(d) and
§ 2121- § 2129.
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II. SUBSTANTIVE CONTENT OF THE
PRIOR ART

See MPEP § 2121 - § 2129 for case law relating to
the substantive content of the prior art (e.g., availabil
ity of inoperative devices, extent to which prior art
must be enabling, broad disclosure rather than pre
ferred embodiments, admissions, etc.).

III. CONTENT OF THE PRIOR ART IS DE
TERMINED AT THE TIME THE INVEN
TION WAS MADE TO AVOID
HINDSIGHT

The requirement "at the time the invention was
made" is to avoid impermissible hindsight. See
MPEP § 2145, paragraph X.A. for a discussion of
rebutting applicants' arguments that a rejection is
based on hindsight.

"It is difficult but necessary that the decisionmaker
forget what he Or she has been taught ... aboutthe
claimed invention and cast the mind back to the time
the invention was made (often as here many years), to
occupy the mind.of one skilled in the art who is pre
sented only with the references, and whois normally
guided by the then-accepted wisdom in the art." WL.
Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d
1540, 220 USPQ 303, 313 (Fed. Cir. 1983), cert.
denied, 469 U.S. 851 (1984).

IV. 35 U.S.C. 103(c) - EVIDENCE REQUIRED
TO SHOW CONDITIONS OF 35 U.s.C. 103
APPLY

An applicant who wants to avail himself or herself
of the benefits of 35 U.S.C. 103(c) has the burden of
establishing that subject matter which qualifies as
prioratt under subsection (e); (1) or (g) ofsection 102
and the claimed invention were, at the time the inven
tion was made, owned by the same person or subject
to an obligation of assignment to the same person. Ex
parte Yoshino, 227 USPQ 52 (Bd. Pat. App. & Inter.
1985). Note that for applications filed prior to
November 29,1999,35 U8.C. 103(c) is limited on its
face to subject matter developed by another person
which qualifies as prior art only under subsection (1)
or (g) of section 102. See MPEP§ 706.02(1)(1). See
also In re Bartfeld, 925 F.2d· 1450, 1453-54,
17 USPQ2d 1885, 1888 (Fed. Cir. 1991) (Applicant
attempted to overcome a 35 U.S.c. 102(e)/103 rejec-

tion with a terminal disclaimer by alleging that the
public policy intent of 35 U.S.C 103(c) was to pro
hibitthe use of "secret" prior art in obviousness deter
minations. The court rejected this argument, holding
"We may not disregard the unambiguous exclusion of
§ 102(e) from the statute's purview.").

See MPEP § 706.02(1)(2) for the requirements
which must be met to establish common ownership.

2141.01(a) Analogous and Nonanalogous
Art

TO RELY ON A REFERENCE UNDER 35 U.S.C.
103, IT MUST BE ANALOGOUS PRIOR ART

The examiner must determine what is "analogous
prior art" for the purpose of analyzing the obvious
ness of the subject matter at issue. "In order to rely on
a reference as a basis for rejection of an applicant's
invention, the reference must eitherbe in the field of
applicant's endeavoror, if not, then be reasonably per
tinent to the particular problem withwhich the inven~
tor was concerned." I", re Oetiker, 977 F.2d 1443,
1446, 24 U~PQ2d 1443, 1445 (Fed. Cir. 1992). See
also In re Deminski, 796 F.2d 436, 230 USPQ 313
(red. Cir. 1986); In re Clay, 966 F.2d 656,659, 23
USPQ2d 1058, 1060-61 (Fed. Cir. 1992) ("A refer
ence is reasonably pertinent if, even though it may be
in a different field from that of the inventor's
endeavor, it is one which, because of the matter with
which it deals, logically would have commended
itself to an inventor's attention in considering his
problem."); and Wang Laboratories Inc. v. Toshiba
Corp., 993 F.2d 858, 26USPQ2d 1767 (Fed. Cir.
1993).

PTO CLASSIFICATION IS SOME EVIDENCE
OF ANALOGY, BUT SIMILARITIES ANDDIF
FERENCES IN STRUCTURE AND FUNCTION
CARRY MORE WEIGHT

While Patent Office classification of references and
the cross-references in the official search notes are
some evidenceof "nonanalogy" or "analogy" respec
tively, the court has found "the similatities and differ
ences in structure and function of the inventions to
carry far greater weight." In re Ellis, 476 F.2d 1370,
1372, 177 USPQ 526, 527 (CCPA 1973) (The struc
tural similarities and functional overlap between the
structural gratings shown by one reference and the
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shoe scrapers of the type shown by another reference
were readily apparent, and therefore the arts to which
the reference patents belonged were reasonably perti
nent to the art with which appellant's invention dealt
(pedestrian floor gratings).); In re Clay, 966 F.2d 656,
23 USPQ2d 1058 (Fed. Cir. 1992) (Claims were
directed toa process for storing a refined liquid
hydrocarbon product in a storage tank having a dead
volume between the tank bottom and its outlet port
wherein a gelled solution filled the tank's dead vol
nme to prevent loss of stored product while prevent
ing contamination. One of the references relied upon
disclosed a process for reducing the permeability of
natural underground hydrocarbon bearing formations
using a gel similar to that of applicant to improve oil
production. The court disagreed with the PTO's argu
ment that the reference and claimed inventions were
part of the same endeavor, "maximizing withdrawal
of petroleum stored in petroleum reserves," and found
that the inventions involved different fields of
endeavor since the reference taught the use of the gel
in a different structure for a different purpose under
different temperature and pressure conditions, and
since the application related to storage of liquid
hydrocarbons rather than extraction of crude petro
leum. The court also found the reference was not rea
sonably pertinent to the problem with which the
inventor was concerued because a person having ordi
nary skill in the art would not reasonably have
expected to solve the problem of dead volume in
tanks for refined petroleum by considering a reference
dealing with plugging underground formation anoma
lies.).

ANALOGY IN THE CHEMICAL ARTS

See, for example, Ex parte Bland, 3 tJSPQ2d 1103
(Bd. Pat App. & Inter. 1986) (Claims were drawn to a
particulate composition useful as a preservative for an
animal foodstuff (or a method of inhibiting fungus
growth in an animal foodstuff therewith) comprising
verxite having absorbed thereon propionic acid. All
references were concerned with absorbing biologi
cally active materials on carriers, and therefore the
teachings in each of the various references would
have been pertinent to the problems in the other refer
ences and the invention at hand.); Stratoflex, Inc. v.
Aeroquip Corp., 713 F.2d 1530,218 USPQ 871 (Fed.
Cir. 1983) (Problem confronting inventor was pre-

venting electrostatic buildup in PTFE tubing caused
by hydrocarbon fuel flow while precluding leakage of
fuel. Two prior art references relied upon were in the
rubber hose art, both referencing the problem of elec
trostatic buildup caused by fuel flow. The court found
that because PTFE and rubber are- used by the same
hose manufacturers and experience the same and sim
ilar problems, a solution found for a problem experi
enced with either PTFE or rubber hosing would be
looked to when facing a problem with the other.); In
re Mlot-Fijalkowski, 676 F.2d 666, 213 USPQ 713
(CCPA 1982) (Problem faced by appellant was
enhancement and immobilization of dye penetrant
indications. References which taught the use of dyes
and finely divided developer materials to produce col
ored images preferably in, but not limited to, the
duplicating paper art were properly relied upon
because the court found that appellant's problem was
one of dye chemistry, and a search for its solution
would include the dye arts in general.).

ANALOGY IN THE MECHANICAL ARTS

See, for example, In re Oetiker, 977 F.2d 1443, 24
USPQ2d 1443 (Fed. Cir. 1992) (Applicant claimed
an improvement in a hose clamp which differed from
the prior art in the presence of a preassembly "hook"
which maintained the preassembly condition of the
clamp and disengaged automatically when the clamp
was tightened. The Board relied upon a reference
which disclosed a hook and eye fastener for use in
garments, reasoning that all hooking problems are
analogous. The court held the reference was not
within the field of applicant's endeavor, and was not
reasonably pertinent to the particular problem with
which the inventor was concerned because it had not
been shown that a person of ordinary skill, seeking to
solve a problem of fastening a hose clamp, would rea
sonably be expected or motivated to look to fasteners
for garments. The Commissioner further argued in the
brief on appeal that a disengageablecatch is a com
mon everyday mechanical concept, however the court
held that the Commissioner did not explain why a
"catch" of unstated structure is such a concept, and
why it would have made the claimed invention obvi
ous.). Compare Stevenson v. International Trade
Comm., 612 F.2d 546, 550, 204 USPQ 276, 280
(CCPA 1979) ("In a simple mechanical invention a
broad spectrum of prior art must be explored and it is
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reasonable to permit inquiry into other areas where
one of ordinary skill in the art would be aware that
similar problems exist."),

Also see In re Deminski, 796 F.2d 436, 230 USPQ
313 (Fed. Cir. 1986) (Applicant's claims related to
double-acting high pressure gas transmission line
compressors in which the valves could be removed
easily for replacement. The Board relied upon refer
ences which taught either a double-acting piston
pump or a double-acting piston compressor. The court
agreed that since the cited pumps and compressors
have essentially the same function and structure, the
field of endeavor includes both types of double-action
piston devices for moving fluids.); Pentec, Inc. v.
Graphic Controls Corp., 776 F.2d 309, 227 USPQ
766 (Fed. Cir. 1985) (Claims at issue were directed to
an instrument marker pen body, the improvement
comprising a pen arm holding means having an inte
grally molded hinged member for folding over against
the pen body. Although the patent owners argued the
hinge and fastener art was nonanalogous, the court
held that the problem confronting the inventor was the
need for a simple holding means to enable frequent,
secure attachment and easy removal of a marker pen
to and from a pen arm, and one skilled in the pen art
trying to solve that problem would have looked to the
fastener and hinge art.); and Ex parte Goodyear Tire
& Rubber Co., 230 USPQ 357 (Bd. Pat. App, & Inter.
1985) (A reference in the clutch art was held reason
ably pertinent to the friction problem faced by appli
cant, whose claims were directed to a braking
material, because brakes and clutches utilize interfac
ing materials to accomplish their respective pur
poses.).

ANALOGY IN THE ELECTRICAL ARTS

See. for example, Wang Laboratories, Inc. v.
Toshiba Corp., 993 F.2d 858, 26 USPQ2d 1767 (Fed.
Cir. 1993) (Patent claims were directed to single in
line memory modules (SIMMs) for installation on a
printed circuit motherboard for use in personal com
puters. Reference to a SIMM for an industrial control
ler was not necessarily in the same field of endeavor
as the claimed subject matter merely because it
related to memories. Reference was found to be in a
different field of endeavor because it involved mem
ory circuits in which modules of varying sizes may be
added or replaced, whereas the claimed invention

involved compact modular memories. Furthermore,
since memory modules of the claims at issue were
intended for personal computers and used dynamic
random-access-memories, whereas reference SIMM
was developed for use in large industrial machine
controllers and only taught the use of static random
access-memories or read-only-memories, the finding
that the reference was nonanalogous was supported by
substantial evidence.); Medtronic, Inc. v. Cardiac
Pacemakers, 721 F.2d 1563, 220 USPQ 97 (Fed. Cir;
1983) (Patent claims were drawn to a cardiac pace
maker which comprised, among other components, a
runaway inhibitor means for preventing a pacemaker
malfunction from causing pulses to be applied at too
high a frequency rate. Two references disclosed cir
cuits used in high power, high frequency devices
which inhibited the runaway of pulses from a pulse
source. The court held that one of ordinary skill in the
pacemaker designer art faced with a rate-limiting
problem would look to the solutions of others faced
with rate limiting problems, and therefore the refer:
ences were in an analogous art.).

EXAMPLES OF ANALOGY IN THE DESIGN
ARTS

See MPEp § 1504.03 for 11 discussion of the rele
vant case law setting forth the general requirements
for analogous art in design applications.

For examples of analogy in the design arts, see In re
Rosen, 673 F.2d 388, 213 USPQ 347 (CCPA 1982)
(The design at issue was a coffee table of contempo
rary styling. The court held designs of contemporary
furniture other than coffee tables, such as the desk and
circular glass table top designs of thereferences relied
upon, would reasonably fall within the scope of the
knowledge of the designer of ordinary skill.); Ex
parte Pappas, 23 USPQ2d 1636 (Bd. Pat. App. &
Inter. 1992) (At issue was an ornamental design for a
feed bunk with an inclined corner configuration.
Examiner relied upon references to a bunk lacking
the inclined corners claimed by appellant and the
Architectural Precast Concrete Drafting Handbook.
The Board found the Architectural Precast Concrete
Drafting Handbook was analogous art, noting that a
bunk may be a wood or concrete trough, and that both
references relied upon "disclose structures in which at
least one upstanding leg is generally perpendicular to
a base portion to define a corner configuration
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between the leg and base portion."); In re Butera, I
F.3d 1252, 28 USPQ2d 1399 (Fed. Cir. 1993) (unpub
lished - not citable as precedent) (The claimed inven
tion, a spherical design for a combined insect
repellant and air freshener, was rejected by the Board
as obvious over a single reference to a design for a
metal ball anode. The court reversed, holding the ref
erence design to be nonanalogous art. "A prior design
is of the type claimed if it has the same general use as
that claimed in the design patent application .... One
designing a combined insect repellant and air fresh
ener would therefore not have reason to know of or
look to a design for a metal ball anode." 28 USPQ2d
at 1400.).

2141.02 Differences Between Prior Art
and Claimed Invention

Ascertaining the differences between the prior art
and the claims at issue requires interpreting the claim
language, and considering both the invention and the
prior art references as a whole. See MPEP § 2111 - §
2116.01 for case law pertaining to claim interpreta
tion.

THE CLAIMED INVENTION AS A WHOLE
MUST BE CONSIDERED

In determining the differences between the prior art
and the claims, the question under 35 U.S.C. 103 is
not whether the differences themselves would have
been obvious, but whether the claimed invention as a
whole would have been obvious. Stratoflex, Inc. v.
Aeroquip Corp., 713 F.2d 1530,218 USPQ 871 (Fed.
Cir. 1983); Schenck v. Nortron Corp., 713 F.2d 782,
218 USPQ 698 (Fed. Cir. 1983) (Claims were directed
to a vibratory testing machine (a hard-bearing wheel
balancer) comprising a holding structure, a base struc
ture, and a supporting means which form "a single
integral and gaplessly continuous piece." Nortron
argued the invention is just making integral what had
been made in four bolted pieces, improperly limiting
the focus to a structural difference from the prior art
and failing to consider the invention as a whole. The
prior art perceived a need for mechanisms to dampen
resonance, whereas the inventor eliminated the need
for dampening via the one-piece gapless support
structure. "Because that insight was contrary to the
understandings and expectations of the art, the struc
ture effectuating it would not have been obvious to

those skilled in the art." 713 F.2d at 785,218 USPQ at
700 (citations omitted).).

See also In re Hirao, 535 F.2d 67, 190 USPQ 15
(CCPA 1976) (Claims were directed to a three step
process for preparing sweetened foods and drinks.
The first two steps were directed to a process of pro
ducing high purity maltose (the sweetener), and the
third was directed to adding the maltose to foods and
drinks. The parties agreed that the first two steps were
unobvious but formed a known product and the third
step was obvious. The Solicitor argued the preamble
was directed to a process for preparing foods and
drinks sweetened mildly and thus the specific method
of making the high purity maltose (the first two steps
in the claimed process) should not be given weight,
analogizing with product-by-process claims. The
court held "due to the admitted unobviousness of the
first two steps of the claimed combination of .steps,
the subject matter as a whole would not have been
obvious to one of ordinary skill in the art at the time
the invention was made." 535 F.2d at 69, 190 USPQ
at 17 (emphasis in original). The preamble only
recited the purpose of the process and did not limit the
body of the claim. Therefore, the claimed process was
a three step process, not the product formed by two
steps of the process or the third step of using that
product.).

DISTILLING THE INVENTION DOWN TO A
"GIST" OR "THRUST" OF AN INVENTION
DISREGARDS "AS A WHOLE" REQUIRE.
MENT

Distilling an invention down to the "gist" or
"thrust" of an invention disregards the requirement of
analyzing the subject matter "as a whole." WL. Gore
& Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,
220 USPQ 303 (Fed. Cir. 1983), cert. denied, 469
U.S. 851 (1984) (restricting consideration of the
claims to a 10% per second rate of stretching of unsin
tered PTFE and disregarding other limitations resulted
in treating claims as though they read differently than
allowed); Bausch & Lomb v. Barnes-Hindi
Hydrocurve, Inc., 796 F.2d 443, 447-49, 230 USPQ
416, 419-20 (Fed. Cir. 1986), cert. denied, 484 U.S.
823 (1987) (District court focused on the "concept of
forming ridgeless depressions having smooth rounded
edges using a laser beam to vaporize the material,"
but "disregarded express limitations that the product
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be an ophthalmic lens formed of a transparent cross
linked polymer and that the laser marks be surrounded
by a smooth surface of unsublimated polymer."). See
also Jones v. Hardy, 727 F.2d 1524, 1530, 220 USPQ
1021, 1026 (Fed. Cir. 1984) ("treating the. advantage
as the invention disregards statutory requirement that
the invention be viewed 'as a whole' "); Panduit
Corp. v. Dennison Mfg. Co., 810 F.2d 1561,
I USPQ2d 1593 (Fed. Cir.), cert. denied, 481 U.S.
1052 (1987) (district court improperly distilled claims
down to a one word solution to a problem).

DISCOVERING SOURCE/CAUSE OF A PROB
LEM IS PART OF "AS A WHOLE" INQillRY

"[AJ patentable invention may lie in. the. discovery
of the source of a problem even though the remedy
may be obvious oncethe source of the problem is
identified. This is part of the 'subject matter as a
whole' which should always be considered in deter
mining the obviousness of an invention under 35
U.S.c.§ 103." In re Sponnoble, 405 F.2d 578, 585,
160 USPQ 237, 243 (CCPA 1969). However, "discov
ery of the cause of a problem .. does not always result
in a patentable invention.... [AJ different situation
exists where the solution is obvious from prior art
which contains the same solution for a similar prob
lem." In re Wiseman, 596 F.2d 1019, 1022, 201 USPQ
658, 66 I (CCPA 1979) (emphasis in original)..

In In re Sponnoble, the claim was.directed to a plu
ral compartment mixing vial wherein a center seal
plug was placed between two compartments for tem
porarily isolating a liquid-containing compartment
from a solids-containing compartment. The claim dif
fered from the prior art in the selection of butyl rubber
with a silicone coating as the plug material instead of
natural rubber. The prior art recognized that leakage
from the liquid to the solids compartment was a prob
lem, and considered the problem to be a result of
moisture passing around the center plug because of
microscopic fissures inherently present in molded or
blown glass. The court found the inventor discovered
the cause of moisture transmission was through the
center plug, and there was no teaching in the prior art
which would suggest the necessity of selecting appli
cant's plug material which was more impervious to
liquids than the natural rubber plug of the prior art.

In In re Wiseman, 596 F.2d at 1022, 201 USPQ at
661, claims directed to grooved carbon disc brakes

wherein the grooves were provided to vent steam or
vapor during a braking action to minimize fading of
the brakes were .rejected as obvious over a reference
showing carbon disc brakes without grooves in com
bination with a reference showing grooves in noncar
bon disc brakes for the purpose of cooling the faces of
the braking members and eliminating dust, thereby
reducing fading of the brakes. The court affirmed the
rejection, holding that even if applicants discovered
the. cause of a problem, the solution would have been
obvious from the prior art which contained the same
solution (inserting grooves in disc brakes) for a simi
lar problem.

APPLICANTS ALLEGING DISCOVERY OF A
SOURCE OF A PROBLEM MUST PROVIDE
SUBSTANTIATING EVIDENCE

Applicants who allege they discovered the source
ofaproblem must provide evidence substantiating the
allegation, .either by way of affidavits or declarations,
or by way of a clear and persuasive assertion in the
specification. In re Wiseman, 596 F.2d 1019, 201
USPQ 658 (CCPA 1979) (unsubstantiated statement
of counsel was insufficient to show appellants discov
ered source of the problem); In re Kaslow, 707 F.2d
1366, 2IT USJ>Q 1089 (Fed. Cir. 1983) (Claims were
directed to a method for redeeming merchandising
coupons which contain a UPC "S-by-S" bar code
wherein, among other steps, the memory at each
supermarket would identifycoupons by manufacturer
and transmit the data to a central computer to provide
an audit thereby eliminating the need for clearing
houses and preventing retailer fraud. In challenging
the propriety of an obviousness rejection, appellant
argued he discovered the source of a problem (retailer
fraud and .manualclearinghouse operations) and its
solution. The court found appellant's specification did
not support. the argument that he discovered the
source of the problem with respect to retailer fraud,
and that the claimed invention failed to solve the
problem of manual clearinghouse operations.).

DISCLOSED INHERENT PROPERTIES ARE
PART OF "AS A WHOLE" INQillRY

"In determining whether the invention as a whole
would have been obvious under 35 U.S.C. 103, we
must first delineate the invention as a whole. In delin
eating the invention as a whole, we look not only to
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the subject matter which is .literally recited in the
claim in question... but also to those properties of the
subject matter which are inherent in the subject matter
and are disclosed in the specification. , . Just as we
look to a chemical and its properties when we exam
ine the obviousness of a composition of matter claim,
it is this invention as a whole, and not some part of it,
which must be obvious under 35 U.S.c. 103." In re
Antonie, 559 F.2d618, 620, 195 USPQ 6,8 (CCPA
1977) (emphasis in original) (citations omitted) (The
claimed wastewater treatment device had a tank vol
ume to contractor area of 0.12 gal./sq. ft. The court
found the invention as a whole was the ratio of 0.12
and its inherent property that the claimed devices
maximized treatment capacity regardless of other
variables in the devices. The prior art did not recog
nize that treatment capacity was a function of the tank
volume to contractor ratio, and therefore the parame
ter optimized was not recognized in the art to be a
result-effective variable.), See also In re Papesch, 315
F.2d 381, 391, 137 USPQ 43, 51 (CCPA 1963)
("From the standpoint of patent law, a compound and
all its properties are inseparable.").

Obviousness cannot be predicated on what is not
known at the time an invention is made, even if the
inherency of a certain feature is later established. In re
Rijckaert, 9 F.2d 1531, 28 USPQ2d 1955 (Fed. Cir.
1993). See MPEP § 2112 for the requirements of
rejections based oninherency.

PRIOR ART MUST BE CONSIDERED IN ITS
ENTIRETY, INCLUDING DISCLOSURES
THAT TEACH AWAY FROM THE CLAIMS

A prior art reference must be considered in its
entirety, i.e., as a whole, including portions that would
lead away from the claimed invention. W:L. Gore &
Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 220
USPQ303 (Fed. Cir. 1983), cert. denied, 469 U.S.
851 (1984) (Claims were directed toa process of pro
ducing aporous article by expanding shaped, unsin
tered, highly crystalline poly(tetrafluoroethylene)
(PTFE) by stretching said PTPE at a 10% per second
rate to more than five times the original length. The
prior art teachings with regard to unsintered PTFE
indicated the material does not respond to conven
tional plastics processing, and the material should be

stretched slowly. A reference teaching rapid stretch
ing of conventional plastic polypropylene with
reduced crystallinity combined with a reference teach
ing stretching unsintered PTFE would not suggest
rapid stretching of highly crystalline PTFE, in light of
the disclosures in the art that teach away from the
invention, i.e., that the conventional polypropylene
should have reduced crystallinity before stretching,
and that PTFE should be stretched slowly.).

2141.03 Level of Ordinary Skill in
the Art

FACTORS TO CONSIDER IN DETERMINING
LEVEL OF ORDINARY SKILL

"Factors that may be considered in determining
level of ordinary skill in the art include (1) the educa
tional level of the inventor; (2) type of problems
encountered in the art; (3) prior art solutions to those
problems; (4) rapidity with which innovations are
made; (5) sophistication of the technology; and (6)
educational level of active workers in the field." Envi
ronmental Designs, Ltd. v. Union Oil Co., 713 F.2d
693,696,218 USPQ 865, 868 (Fed. Cir. 1983), cert.
denied, 464 U.S. 1043 (1984).

The "hypothetical 'person having ordinary skill in
the art' to which the claimed subject matter pertains
would, of necessity have the capability of understand
ing the scientific and engineering principles applica
ble to the pertinent art." Ex parte Hiyamizu;
10 USPQ2d 1393, 1394 (Bd. Pat. App. & Inter. 1988)
(The Board disagreed with the examiner's definition
of one of ordinary skill in the art (a doctorate level
engineer or scientist working at least 40 hours per
week in semiconductor research ?r development),
finding that the hypothetical person is not definable
by way of credentials, and that the evidence in the

. application did not support the conclusion that such a
person would require a doctorate or equivalent knowl
edge in science or engineering.).

References which do not qualify as prior art
because they postdate the claimed invention may be
relied upon to show the level of ordinary skill in the
art at or around the time the invention was made. Ex
parte Erlich, 22 USPQ 1463 (Bd. Pat. App. & Inter.
1992).
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SPECIFYING A PARTICULAR LEVEL OF
SKILL IS NOT NECESSARY WHERE THE
PRIOR ART ITSELF REFLECTS AN APPRO
PRIATE LEVEL

If the only facts of record pertaining to the level of
skill in the art are found within the prior art of record,
the court has held that an invention may be held to
have been obvious without a specific finding of a par
ticular level of skill where the prior art itself reflects
an appropriate level. Chore-Time Equipment, Inc. v.
Cumberland Corp., 713 F.2d 774, 218 USPQ 673
(Fed. Cir. 1983).

ASCERTAINING LEVEL OF ORDINARY
SKILL IS NECESSARY TO MAINTAIN OBJEC
TIVITY

"The importance of resolving the level of ordinary
skill iu the art lies in the necessity of maintaining
objectivity in the obviousness inquiry." Ryko Mfg. Co.
v. Nu-Star, Inc., 950 F.2d 714,718,21 USPQ2d 1053,
1057 (Fed. Cir. 1991). The examiner must ascertain
what would have been obvious. to one of ordinary skill
in the art at the time the invention was made, and not
to the inventor, a judge, a layman, those skilled in
remote arts, or to geniuses in the art athand. Environ
mental Designs, Ltd. v. Union Oil Co., 713 F.2d 693,
218 USPQ 865 (Fed. Cir. 1983), cert. denied, 464
U.S. 1043 (1984).

2142 Legal Concept of Prima Facie
Obviousness

The legal concept of prima facie obviousness is a
procedural tool of examination which applies broadly
to all arts. It allocates who has the burden of going
forward with production of evidence in each step of
the examination process. See In re Rinehart, 531 F.2d
1048, 189 USPQ 143 (CCPA 1976); In re Linter, 458
F.2d 1013, 173 USPQ 560 (CCPA 1972); In re Saun
ders, 444 F.2d 599, 170 USPQ 213 (CCPA 1971); In
re Tiffin, 443 F.2d 394, 170 USPQ 88 (CCPA 1971),
amended, 448 F.2d 791, 171 USPQ 294 (CCPA
1971); In re Warner, 379 F.2d lOll, 154 USPQ 173
(CCPA 1967), cert. denied, 389 U.S. 1057 (1968).
The examiner bears the initial burden of factually sup
porting any prima facie conclusion of obviousness. If
the examiner does not produce a priina facie case, the
applicant is under no obligation to submit evidence of

nonobviousness. If, however, the examiner does pro
duce a prima facie case, the burden of coming for
ward with evidence or argumeuts shifts to the
applicant who may. submit additional evidence of
nonobviousness, such as comparative test data show
ing that the claimed invention possesses improved
properties not expected by the prior art. The initial
evaluation of prima facie obviousness thus relieves
both the examiner and applicant from evaluating evi
dence beyond the prior art and the evidence in the
specification as filed until the art has been shown to
suggest the claimed invention.

To reach a proper determination under 35 U.S.C.
103, the examiner must step backward in time and
into the shoes worn by the hypothetical "person of
ordinary skill in the art" when the invention was
unknown and just before it was made. In view of all
factual information, the examiner must then make a
determination whether the claimed invention "as a
whole" would have been obvious at that time to that
person. Knowledge of applicant's disclosure must be
put aside in reaching this determination, yet kept in
mind in order to determine the "differences," conduct
the search and evaluate the "subject matter as a
whole" of the invention. The tendency to resort to
"hindsight" based upon applicant's disclosure is often
difficult to avoid due to the very nature of the exami
nation process. However, impermissible hindsight
must be. avoided and the legal conclusion must be
reached on the. basis of the facts gleaned from the
prior art.

ESTABLISHING A PRIMA FACIE CASE OF
OBVIOUSNESS

To establish a prima facie case of obviousness,
three .basic criteria must be met. First, there must be
some suggestion or motivation, either in the refer
ences themselves or in the knowledge generally avail
able to one of ordinary skill in the art, to modify the
reference or to combine reference teachings. Second,
there must be a reasonable expectation of success.
Finally, the prior art reference (or references when
combined) must teach or suggest all the claim limita
tions. The teaching or suggestion to make the claimed
combination and the reasonable expectation of suc
cess must both be found in the prior art, and not based
on applicant's disclosure. In re Vaeck, 947 F.2d 488,
20 USPQ2d 1438 (Fed. Cir. 1991). See MPEP § 2143
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- § 2143.03 for decisions pertinent to each of these
criteria.

The initial burden is on the examiner to provide
some suggestion of the desirability of doing what the
inventor has done. "To support the conclusion that the
claimed invention is directed to obvious subject mat
ter, either the references must expressly or impliedly
suggest the claimed invention or the examiner must
present a convincing line of reasoning as to why the
artisan would have found the claimed invention to
have been obvious in light of the teachings of the ref
erences." Ex parte Clapp, 227 USPQ 972, 973 (Bd.
Pat. App. & Inter, 1985). See MPEP § 2144 
§ 2144.09 for examples of reasoning supporting obvi
ousness rejections.

When the motivation to combine the teachings of
the references is not immediately apparent, it is the
duty of the examiner to explain why the combination
of the teachings is proper. Ex parte Skinner,
2 USPQ2d 1788 (Bd. Pat. App. & Inter. 1986). A
statement of a rejection that includes a large number
of rejections must explain with reasonable specificity
at least one rejection, otherwise the examiner proce
durally fails to establish a prima facie case of obvi
ousness. Ex parte Blanc, 13 USPQ2d 1383 (Bd. Pat.
App. & Inter. 1989) (Rejection based on nine refer
ences which included at least 40 prior art rejections
without explaining anyone rejection with reasonable
specificity was reversed as procedurally failing to
establish a prima facie case of obviousness.).

If the examiner determines there is factual support
for rejecting the claimed invention under 35 U.S.C.
103, the examiner must then consider any evidence
supporting the patentability of the claimed invention,
such as any evidence in the specification or any other
evidence submitted by the applicant. The ultimate
determination of patentability is based on the entire
record, by a preponderance of evidence, with due con
sideration to the persuasiveness of any arguments and
any secondary evidence. In re Oetiker, 977 F.2d 1443,
24 USPQ2d 1443 (Fed. Cir. 1992). The legal standard
of "a preponderance of evidence" requires the evi
dence to be more convincing than the evidence which
is offered in opposition to it. With regard to rejections
under 35 U.S.C. 103, the examiner mnst provide evi-

dence which as a whole shows that the legal determi

nation sought to be proved (i.e., the reference
teachings establish a prima facie case of obviousness)
is more probable than not.

When an applicant submits evidence, whether in
the specification as originally filed or in reply to a
rejection, the examiner must reconsider the patent
ability of the claimed invention. The decision on pat
entability must be made based upon consideration of
all the evidence, including the evidence submitted by
the examiner and the evidence submitted by the appli
cant. A decision to make or maintain a rejection in the
face of all the evidence must show that it was based
on the totality of the evidence. Facts established by
rebuttal evidence must be evaluated along with the
facts on which the conclusion of obviousness was
reached, not against the conclusion itself. In re Eli
Lilly & Co., 902 F.2d 943,14 USPQ2d 1741 (Fed. Cir.
1990).

See In rePiasecki, 745 F.2d 1468, 223 USPQ 785
(Fed. Cir. 1984)for a discussion of the proper roles of
the examiner's prima facie case and applicant's rebut
tal evidence in the final determination of obviousness.
See MPEP § 706.02G) for a discussion of the proper
contents of a rejection under 35 U.S.C. 103.

2143 Basic Requirements of a Prima
Facie Case of Obviousness

To establish a prima facie case of obviousness,
three basic criteria must be met. First, there must be
some suggestion or motivation, either in the refer
ences themselves or in the knowledge generally avail
able to one of ordinary skill in the art, to modify the
reference or to combine reference teachings. Second,
there must be a reasonable expectation of success.
Finally, the prior art reference (or references when
combined) must teach or suggest all the claim limita
tions.

The teaching or suggestion to make the claimed
combination and the reasonable expectation of suc
cess must both be found in the prior art, not in appli
cant's disclosure. In re Vaeck, 947 F.2d 488,
20 USPQ2d 1438 (Fed. Cir. 1991).

August2001 2100-122



PATENTABILITY 2143;01

2143.01 Suggestion or Motivation To
Modify the References

THE PRIOR ART MUST SUGGEST THE DE
SIRABILITY OF THE CLAIMED INVENTION

"There are three possible sources for a motivation
to combiue references: the uature of the problem to be
solved, the teachings of the prior art, and the knowl
edge of persous of ordinary skill in the art." In re
Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453,
1457-58 (Fed. Cir. 1998) (The combination of the ref
erences taught every elemerit of the claimed inven
tion, however without a motivation to combine, a
rejection based on a prima facie case of obvious was
held improper.). The level of skill in the art cannot be
relied upon to provide the suggestion to combine ref
erences. AI-Site Corp. v. VSI Int'l Inc., 174 F.3d 1308,
50USPQ2d 1161 (Fed. Cir. 1999).

"In determining the propriety of the Patent Office
case for obviousness in the first instance, it is neces
sary to ascertain whether or not the reference teach"
ings would appear to be sufficient for one of ordinary
skill in the relevant art having the reference before
him to make the proposed substitution, combination,
or other modification." In re Linter, 458 F.2d 1013,
1016, 173 USPQ 560, 562 (CCPA 1972).

Obviousness can only be established by combining
or modifying the teachings of the prior art to produce
the claimed invention where there is some teaching,
suggestion, or motivation to do so found either explic
itly or implicitly in the references themselves or iu the
knowledge generally available to one of ordinary skill
in the art. 'The test for an implicit showing is what the
combined teachings, knowledge of one of ordiuary
skill in the art, and the nature of the problem to be
solved as a whole would have suggested to those of
ordinary skill in the art." In re Kotzab, 217 F.3d 1365,
1370,55 USPQ2d 1313, 1317 (Fed. Cir.2000). See
also In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed.
Cir. 1988); In re Jones, 958 F.2d 347, 21 USPQ2d
1941 (Fed. Cir. 1992).

In In re Kotzab, the claims were drawu to an injec
tion molding method using a single temperature sen
sor to control a plurality of flow control valves. The
primary reference disclosed a multizone device hav
ing multiple sensors, each of which controlled an
associated flow control valve, and also taught that one
system may be used to control a number of valves.

The court found that there was insufficient evidence
to show that one system was the same as one sensor.
While the control of multiple valves by a single sen
sor rather than by multiple seusors was a "technologi
cally simple concept," there was uo finding "as to the
specific uuderstanding or principle within the knowl
edge of the skilled artisan" that would have provided
the motivation to use a single sensor as the system to
control more than one valve. 217 F.3d at 1371,
55USPQ2d at 1318;

Iu In re Fine, the claims were directed to a system
for detecting and measuring minute quantities on
nitrogen componnds comprising a gas chromato
graph, a converter which converts nitrogen com
pounds into nitric oxide by combustion, and a nitric
oxide detector. The primary reference disclosed a sys
tem for monitoring sulfur compounds comprising a
chromatograph, combustion means, and a detector,
and the secondary reference taught nitric oxide detec
tors. The examiner and Board asserted that it would
have been within the skill of the art to substitute one
type of detector for another in the system of the pri
mary reference, however the court found there was no
support or explanation of this conclusion and
reversed.

In In re Jones, the claimed invention was the 2-(2¢
aminoethoxy) ethanol salt of dicamba, a compound
with herbicidal activity. The primary reference dis
closed inter alia the substituted ammonium salts of
dicamba as herbicides, however the reference did not
specifically teach. the claimed salt. Secondary refer
ences teaching the amine portion of the salt were
directed to shampoo additives and a byproduct of the
production of morpholine. The court found there was
no suggestion to combine these references to arrive at
the claimed invention.

WHERE THE TEACHINGS OF THE PRIOR
ART CONFLICT, THE EXAMINER MUST
WEIGH THE SUGGESTIVE POWER OF EACH
REFERENCE

The test for obviousness is what the combined
teachings of the references would have suggested to
one of ordinary skill in the art, and all teachings in the
prior art must be considered to the extent that they are
in analogous arts. Where the teachings of two or more
prior art references conflict, the examiner must weigh
the power of each reference to suggest solutions to
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one of ordinary skill in the art, considering the degree
to which one reference might accurately discredit
another. In re Young, 927 F.2d 588, 18 USPQ2d 1089
(Fed. Cir. 1991) (Prior art patent to Carlisle disclosed
controlling and minimizing bubble oscillation for
chemical explosives used in marine seismic explora
tion by spacing seismic sources close enough to allow
the bubbles to intersect before reaching their maxi
mum radius so the secondary pressure pulse was
reduced. An article published several years later by
Knudsen opined that the Carlisle technique does not
yield appreciable improvement in bubble oscillation
suppression. However, the article did not test the Car
lisle technique under comparable conditions because
Knudsen did not use Carlisle's spacing or seismic
source. Furthermore, where the Knudsen model most
closely approximated the patent technique there was a
30% reduction of the secondary pressure pulse. On
these facts, the court found that the Knudsen article
would not have deterred one of ordinary skill in the
art from using the Carlisle patent teachings.).

FACT THAT REFERENCES CAN BE COM
BINED OR MODIFIED IS NOT SUFFICIENT
TO ESTABLISH PRIMA FACIE OBVIOUSNESS

The mere fact that references can be combined or
modified does not render the resultant combination
obvious unless the prior art also suggests the desir
ability of the combination. In re Mills, 916 F.2d 680,
16 USPQ2d 1430 (Fed. Cir. 1990) (Claims were
directed to an apparatus for producing an aerated
cementitious composition by drawing air into the
cementitious composition by driving the output pump
at a capacity greater than the feed rate. The prior art
reference taught that the feed means can be run at a
variable speed, however the court found that this does
not require that the output pump be run at the claimed
speed so that air is drawn into the mixing chamber
and is entrained in the ingredients during operation.
Although a prior art device "may be capable of being
modified to run the way the apparatus is claimed,
there must be a suggestion or motivation in the refer
ence to do so." 916 F.2d at 682, 16 USPQ2d at 1432.).
See also In re Fritch, 972 F.2d 1260, 23 USPQ2d
1780 (Fed. Cir. 1992) (flexible landscape edging
device which is conformable to a ground surface of
varying slope not suggested by combination of prior
art references).

FACT THAT THE CLAIMED INVENTION IS
WITHIN THE CAPABILITIES OF ONE OF
ORDINARY SKILL IN THE ART IS NOT
SUFFICIENT BY ITSELF TO ESTABLISH
PRIMA FACIE OBVIOUSNESS

A statement that modifications of the prior art to
meet the claimed invention would have been " 'well
within the ordinary skill of the art at the time the
claimed invention was made' " because the references
relied upon teach that all aspects of the claimed inven
tion were individually known in the art is not suffi
cient to establish a prima facie case of obviousness
without some objective reason to combine the teach
ings of the references. Ex parte Levengood,
28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993). See
also In re Kotzab, 217 F.3d 1365, 1371, 55 USPQ2d
1313, 1318 (Fed. Cir. 2000) (Court reversed obvious
ness rejection involving technologically simple con
cept because there was no finding as to the principle
or. specific understanding within the knowledge of a
skilled artisan that would have motivated the skilled
artisan to make the claimed invention); AI-Site Corp.
v. VSI Int'l .Inc., 174 F.3d 1308, 50 USPQ2d 1161
(Fed. Cir. 1999) (The level of skill in the art cannot be
relied upon to provide the suggestion to combine ref
erences.).

THE PROPOSED MODIFICATION CANNOT
RENDER THE PRIOR ART UNSATISFACTORY
FOR ITS INTENDED PURPOSE

If proposed modification would render the prior art
invention being modified unsatisfactory for its
intended purpose, then there is no suggestion or moti
vation to make the proposed modification. In re Gor
don, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984)
(Claimed device was a blood filter assembly for use
during medical procedures wherein both the inlet and
outlet for the blood were located at the bottom end of
the filter assembly, and wherein a gas vent was
present at the top of the filter assembly, The prior art
reference taught a liquid strainer for removing dirt
and water from gasoline and other light oils wherein
the inletand outlet were at the top of the device, and
wherein a pet-cock (stopcock) was located at the bot
tom of the device for periodically removing the col
lected dirt and water. The reference further taught that
the separation is assisted by gravity. The Board con
cluded the claims were prima facie obvious, reason-

August 2001 2100-124



PATENTABILITY 2143.02

ing that it would have been obvious to tum the
reference device upside down. The court reversed,
finding that if the prior art device was turned upside
down it would be inoperable for its intended purpose
because the gasoline to be filtered would be trapped at
the top, the water and heavier oils sought to be sepa
rated would flow out of the outlet instead of the puri
fied gasoline, and the screen would become clogged.).

"Although statements limiting the function or capa
bility of a prior art device require fair consideration,
simplicity of the prior art is rarely a characteristic that
weighs against obviousness of a more complicated
device with added function." In re Dance, l60F.3d
1339, 1344,48 USPQ2d 1635, 1638 (Fed. Cir. 1998)
(Court held uhat claimed catheter for removing
obstruction in blood vessels would have been obvious
in view of a first reference which taught all of the
claimed elements except for a "means for recovering
fluid and debris" in combination with a second refer
ence describing a catheter including that means. The
court agreed that the first reference, which stressed'
simplicity of structure and taught emulsification of
the debris, did not teach awayfrom the addition of a
channel for the recovery of the debris.).

THE PROPOSED MODIFICATION CANNOT
CHANGE THE PRINCIPLE OF OPERATION
OF A REFERENCE

If the proposed modification or combination of the
prior art would change the principle of operation of
the prior art invention being modified, then the teach
ings of the references are notsufficient to render the
claims prima facie obvious. In re Ratti, 270 F.2d 810,
123 USPQ 349 (CCPA 1959) (Claims were directed
to an.oil seal comprising a bore engaging portion with
outwardly biased resilient spring fingers inserted in a
resilient sealing member. The primary reference relied
upon in a rejection based on a combination of refer
ences disclosed an oil seal wherein the bore engaging
portion was reinforced by a cylindricalsheet metal
casing. Patentee taught the device required rigidity for
operation, whereas the claimed invention required
resiliency. The court reversed the rejection holding
the "suggested combination of references would
require a substantial reconstruction and redesign of

the-elements shown in [the primary reference] as well
as a change in the basic principle under Which the
[primary reference] construction was designed to
operate." 270 F.2d at 813, 123 USPQ at 352.).

2143.02 Reasonable Expectation
of Success Is Required

OBVIOUSNESS REQUIRES ONLY. A REA
SONABLE EXPECTATION OF SUCCESS

The prior art can be modified or combined to reject
claims as prima facie obvious as long as there is a rea"
sonable expectation of success. In re Merck & Co.,
Inc., 800 F,2d 1091, 231 USPQ 375 (Fed. Cir. 1986)
(Claims directed to a method of treating depression
with amitriptyline (or nontoxic salts thereof) were
rejected as prima facie obvious over prior art disclo
sures that amitriptyline is a compound known to pos
sess psychotropic properties and that imipramine is a
structurally similar psychotropic compound known to
possess antidepressive properties, in view of prior art
suggesting the aforementioned compounds would be
expected to have similar activity because the struc
tural difference between the compounds involves a
known bioisosteric replacement and because a
research paper comparing the pharmacological prop
erties of these two compounds suggested clinical test
ingof: amitriptyline as an antidepressant. The court
sustained the rejection, finding that the teachings of
the prior art provide a sufficient basis for a
reasonable expectation of success.); Ex parte Blanc;
13 USPQ2d 1383 (Bd. Pat App. & Inter. 1989)
(Claims were directed to a process of sterilizing a
polyolefinic composition with high-energy radiation
in .the presence ofa phenolic polyester antioxidaIlt t9
inhibit discoloration or degradation of thepolyolefin,
Appellant argued that it is unpredictable whether a
particular antioxidant will solve the problem of dis
coloration or degradation. However, the Board found
that because the prior art taught.that appellant's pre
ferred antioxidant is very efficient and provides better
results compared with other prior art antioxidants,
there. would have been a reasonable. expectation of
success.).
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AT LEAST SOME DEGREE OF PREDICTABIL
ITY IS REQUIRED; APPLICANTS MAY
PRESENT EVIDENCE SHOWING THERE WAS
NO REASONABLE EXPECTATION OF SUC
CESS

Obviousness does not require absolute predictabil
ity, however, at least some degree of predictability is
required. Evidence showing there was no reasonable
expectation Of success may support a conclusion of
nonobviousness. In re Rinehart, 531 F.2d 1048,
189 USPQ 143 (CCPA 1976) (Claims directed to a
method for the commercial scale production of poly
esters in the presence of a solvent at superatmospheric
pressure were rejected as obvious over a reference
which taught the claimed method at atmospheric pres
sure in view of a reference which taught the claimed
process except for the presence of a solvent. The court
reversed, fiuding there was no reasonable expectation
that a process combining the prior art steps could be
successfully scaled up in view of unchallenged evi
dence showing that the prior art processes individu
ally could not be commercially scaled up
successfully.). See also Amgen, Inc. v. Chugai Phar
maceutical Co., 927 F.2d 1200, 1207-08, 18 USPQ2d
1016, 1022-23 (Fed. Cir.), cert. denied, 502 U.S. 856
(1991) (In the context of a biotechnology case, testi
mony supported the conclusion that the references did
not show that there was a reasonable expectation of
success.); In re O'Farrell, 853 F.2d 894, 903,
7 USPQ2d 1673, 1681 (Fed. Cir. 1988) (The court
held the claimed method would have been obvious
over the prior art relied upon because one reference
contained a detailed enabling methodology, a sugges
tion to modify the prior art to produce the claimed
invention, and evidence suggesting the modification
would be successful.).

PREDICTABILITY IS DETERMINED AT THE
TIME THE INVENTION WAS MADE

Whether an art is predictable or whether the pro
posed modification or combination of the prior art has
a reasonable expectation of success is determined at
the time the invention was made. Ex parte Erlich,
3 USPQ2d 1011 (Bd. Pat. App. & Inter. 1986)
(Although an earlier case reversed a rejection because
of unpredictability iu the field of monoclonal antibod-

ies, the court found "in this case at the time this inven
tion was made, one of ordinary skill in the art would
have been motivated to produce monoclonal antibod
ies specific for human fibroplast interferon using the
method of [the prior art] with a reasonable expecta
tion of success." 3 USPQ2d at 1016 (emphasis in
original).).

2143.03 All Claim Limitations Must
Be Taught or Suggested

To establish prima facie obviousness of a claimed
invention, all the claim limitations must be taught or
suggested by the prior art. In re Royka, 490 F.2d 981,
180 USPQ 580 (CCPA 1974). "All words in a claim
must be considered in judging the patentability of that
claim against the prior art." In re Wilson, 424 F.2d
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). If an
independent claim is nonobvious under 35 U.S.C.
103, then any claim depending therefrom is nonobvi
ous. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed.
Cir. 1988).

INDEFINITE LIMITATIONS MUST BE CON
SIDERED

A claim limitation which is considered indefinite
cannot be disregarded. If a claim is subject to more
than one interpretation, at least one of which would
render the claim unpatentable over the prior art, the
examiner should reject the claim as indefinite under
35 U.S.C. 112, second paragraph (see MPEP
§ 706.03(d» and should reject the claim over the prior
art based on the interpretation of the claim that ren
ders the prior art applicable. Ex parte Ionescu,
222 USPQ 537 (Bd. Pat. App. & Inter. 1984) (Claims
on appeal were rejected on indefiniteness grounds
only; the rejection was reversed and the case
remanded to the examiner for consideration of perti
nent prior art.). Compare In re Wilson, 424 F.2d 1382,
165 USPQ 494 (CCPA 1970) (if no reasonably defi
nite meaning can be ascribed to certain claim lan
guage, the claim is indefinite, not obvious) and In re
Steele, 305 F.2d 859,134 USPQ 292 (CCPA 1962) (it
is improper to rely on speculative assumptions regard
ing the meaning of a claim and then base a rejection
under 35 U.S.C. 103 on these assumptions).
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LIMITATIONS WHICH DO NOT FIND SUP·
PORT IN THE ORIGINAL SPECIFICATION
MUST BE CONSIDERED

When evaluating claims for obviousness under
35 U.S.C. 103, all the limitations of the claims must
be considered and given weight, includinglimitations
which do not find support in the specification.asorigi
nally filed (i.e., new matter). Ex parte Grasselli, 231
USPQ 393 (Bd. App. 1983) aff'dmem.738 F.2d 453
(Fed. ce' 1984) (Claim to a catalyst expressly
excluded the presence of sulfur, halogen, uranium,
and a combination of vanadium and phosphorous.
Although the negative limitations excluding these ele
ments did not appear in the specification as filed, it
was error to disregard these limitations when deter
mining whether the claimed invention would have
been obvious in view of the prior art.).

2144 Sources of Rationale Supporting
a Rejection Under 35 U.S.C. 103

RATIONALE MAY BE IN A REFERENCE, OR
REASONED FROM COMMON KNOWLEDGE
IN THE ART, SCIENTIFIC PRINCIPLES, ART·
RECOGNIZED EQUIVALENTS, OR LEGAL
PRECEDENT

The rationale to modify or combine the prior art
does not have to be expressly stated in the prior art;
the rationale may be expressly or impliedlycontained
in the prior art or it may be reasoned from knowledge
generally available to one of ordinary skill in the art,
established scientific principles, or legal precedent
established by prior case law. In re Fine, 837 F.2d
1071, 5 USPQ2d 1596 (Fed. Cir. 1988); in re Jones,
958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). See
also In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d
1313, 1317 (Fed. Cir. 2000) (setting forth test for
implicit teachings); In re Eli Lilly & Co., 902 F.2d
943, 14 USPQ2d 1741 (Fed. Cir. 1990) (discussion of
reliance on legal precedent); In re Nilssen, 851 F.2d
1401, 1403, 7 USPQ2d 1500, 1502 (Fed. Cir. 1988)
(references do not have to explicitly suggest combin
ing teachings); Ex parte Clapp, 227 USPQ 972 (Bd.
Pat. App. & Inter. 1985) (examiner must present con
vincing line of reasoning supporting rejection); and
Ex parte Levengood, 28 USPQ2d 1300 (Bd. Pat. App.
& Inter. 1993) (reliance on logic and sound scientific
reasoning).

THE EXPECTATION OF SOME ADVANTAGE
IS THE STRONGEST RATIONALE FOR COM·
BINING REFERENCES

The strongest rationale for combining references is
a recognition, expressly or impliedly in the prior art or
drawn from a convincing line of reasoning based on
established scientific principles or legal precedent,
that some advantage or expected beneficial result
would have been produced by their combination. Inre
Sernaker, 702 F.2d 989, 994-95, 217 USPQ 1, 5-6
(Fed: Cir. 1983).

LEGAL PRECEDENT CAN PROVIDE THE RA·
TlONALE SUPPORTING OBVIOUSNESS ON·
LY IF THE FACTS IN THE CASE ARE SUFFI·
CIENTLY SIMILAR TO THOSE IN THE AP·
PLICATION

The examiner must apply the. law consistently to
each application after considering all the relevant
facts. If the facts in a prior legal decision are suffi
ciently similar to those in an application nnder exami
nation, the examiner may use the rationale used by the
court. If the applicant has demonstrated the criticality
of a specific limitation, it would not be appropriate to
rely solely on case law as the rationale to support an
obviousness rejection. "The value of the exceedingly
large body of precedent wherein our predecessor
courts and this court have applied the law of obvious
ness to particular facts, is that there has been built a
wide spectrum of illustrations and accompanying rea
soning, that have been melded into a fairly consistent
application of law to a great variety of facts." In re Eli
Lilly & Co., 902 F.2d943,14 USPQ2d 1741 (Fed. Cir:
1990).

RATIONALE DIFFERENT FROM APPLI·
CANT'S IS PERMISSffiLE

The reason or motivation to modify the reference
may often suggest what the inventor has done, but for
a different purpose or to solve a different problem. It
is not necessary that the prior art suggest the combina
tion to achieve the same advantage or result discov
ered by applicant. In re Linter, 458 F.2d 1013,
173 USPQ 560 (CCPA 1972) (discussed below); In re
Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir.
1990), cert. denied, 500 U.S. 904 (1991) (discussed
below). Although Ex parte Levengood, 28 USPQ2d
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1300, 1302 (Bd. Pat. App. & Inter. 1993) states that
obviousness cannot be established by combining ref
erences "without also providing evidence of the moti
vating force which would impel one skilled in the art
to do what the patent applicant has done" (emphasis
added), reading the quotation in context it is clear that
while there must be motivation to make the claimed
invention, there is no requirement that the prior art
provide the same reason as the applicant to make the
claimed invention.

In In re Linter the claimed invention was a laundry
composition consisting essentially of a dispersant,
cationic fabric softener, sugar, sequestering phos
phate, and brightener in specified proportions. The
claims were rejected over the combination of a pri
mary reference which taught all the claim limitations
except for the presence of sugar, and secondary refer
ences which taught the addition of sugar as a filler or
weighting agent in compositions containing cationic
fabric softeners. Appellant argued that in the claimed
invention, the sugar is responsible for the compatibil
ity of the cationic softener with the other detergent
components. The court sustained the rejection, stat
ing "The fact that appellant uses sugar for a different
purpose does not alter the conclusion that its use in a
prior art composition would be [sic, would have been]
prima facie obvious from the purpose disclosed in the
references." 173 USPQ at 562.

In In re Dillon, applicant claimed a composition
comprising a hydrocarbon fuel and a sufficient
amount of a tetra-orthoester of a specified formula to
reduce the particulate emissions from the combustion
of the fuel. The claims were rejected as obvious over a
reference which taught hydrocarbon fuel composi
tions containing tri-orthoesters for dewatering fuels,
in combination with a reference teaching the equiva
lence of tri-orthoesters and tetra-orthoesters as water
scavengers in hydraulic (nonhydrocarbon) fluids. The
Board affirmed the rejection finding "there was a 'rea
sonable expectation' that the tri- and tetra-orthoester
fuel compositions would have similar properties
based on 'close structural and chemical similarity'
between the tri- and tetra-orthoesters and the fact that
both the prior art and Dillon use these compounds 'as
fuel additives'." 919 F.2d at 692, 16 USPQ2d at 1900.
The court held "it is not necessary in order to establish
a prima facie case of obviousness ... that there be a
suggestion or expectation from the prior art that the

claimed [invention] will have the same or a similar
utility as one newly discovered by applicant," and
concluded that here a prima facie case was estab
lished because "[t]he art provided the motivation to
make the claimed compositions in the expectation that
they would have similar properties." 919 F.2d at 693,
16 USPQ2d at 1901 (emphasis in original).

See MPEP § 2145, paragraph IT for case law per
taining to the presence of additional advantages or
latent properties not recognized in the prior art.

2144.01 Implicit Disclosure

"[I]n considering the disclosure of a reference, it is
proper to take into account not only specific teachings
of the reference but also the inferences which one
skilled in the art would reasonably be expected to
draw therefrom." In re Preda, 401 F.2d 825, 826,
159 USPQ 342, 344 (CCPA 1968) (A process for cat
alytically producing carbon disulfide by reacting sul
fur vapor and methane in the presence of charcoal at a
temperature of "about 750-830°C" was found to be
met by a reference which expressly taught the same
process at 700°C because the reference recognized the
possibility of using temperatures greater than 750°C.
The reference disclosed that catalytic processes for
converting methane with sulfur vapors into carbon
disulfide at temperatures greater than 750°C (albeit
without charcoal) was known, and that 700°C was
"much lower than had previously proved feasible.");
In re Lamberti, 545 F.2d 747, 750, 192 USPQ 278,
280 (CCPA 1976) (Reference disclosure of a com
pound where the R-S-R¢ portion has "at least one
methylene group attached to the sulfur atom" implies
that the other R group attached to the sulfur atom can
be other than methylene and therefore suggests asym
metric dialkyl moieties.).

2144.02 Reliance on Scientific Theory

The rationale to support a rejection under 35 U.S.C.
103 may rely on logic and sound scientific principle.
In re Soli, 317 F.2d 941, 137 USPQ 797 (CCPA
1963). However, when an examiner relies on a scien
tific theory, evidentiary support for the existence and
meaning of that theory must be provided. In re Grose,
592 F.2d 1161, 201 USPQ 57 (CCPA 1979) (Court
held that different crystal forms of zeolites would not
have been structurally obvious one from the other
because there was no chemical theory supporting such
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a conclusion. The known chemical relationship
between structurally similar compounds (homologs,
analogs, isomers) did not support a finding of prima
facie obviousuess of claimed zeolite over the prior art
because a zeolite is not a compound but a mixture of
compounds related to each other by a particular crys
tal structure.). Although the theoretical mechanism of
an invention may be explained by logic and sound sci
entific reasoning, this fact does not support an obvi
ousness detertnination unless logic and scientific
reasoning would have led one of ordinary skill in the
art to make the Claimed invention. Ex parte Leven
good, 28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993).

2144.03 Reliance on Common
Knowledge in the Art or
"Well Known" Prior Art

The rationale supporting an obviousness rejection
may be based on common knowledge in the art or
"well-known" prior art. The examiner may take offi
cial notice of facts outside of the record which are
capable of instant and unquestionable demonstration
as being "well-known" in the art. In re Ahlert,
424 F.2d 1088, 1091, 165 USPQ 418, 420 (CCPA
1970) (Board properly took judicial notice that "it is
common practice to postheat a weld after the welding
operation is completed" and that "it is old to adjust the
intensity of a flame in accordance with the heat
requirements."). See also In re Seifreid, 407 F.2d 897,
160 USPQ 804 (CCPA 1969) (Examiner's statement
that polyethylene terephthalate films are commonly
known to be shrinkable is a statement of common
knowledge in the art, supported by the references of
record.).

If justified, the examiner should not be obliged to
spend time to produce documentary proof. If the
knowledge is of such notorious character that official
notice can be taken, it is sufficient so to state. In re
Malcolm, 129 F.2d 529, 54 USPQ 235 (CCPA 1942).
If the applicant traverses such an assertion the exam
iner should cite a reference in support of his or her
position.

When a rejection is based on facts within the per
sonal knowledge of the examiner, the data should be
stated as specifically as possible, and the facts must be
supported, when called for by the applicant, by an
affidavit from the examiner. Such an affidavit is sub
ject to contradiction or explanation by the affidavits of

the applicant and other persons. See 37 CFR
1.l04(d)(2).

Applicant must seasonably challenge well known
statements and statements based on personal knowl
edge when they are made by the Board of Patent
Appeals and Interferences. In re Selmi, 156 F.2d 96,
70 USPQ 197 (CCPA 1946); In re Fischer, 125 F.2d
725, 52 USPQ 473 (CCPA 1942). See also In re Boon,
439 F.2d 724, 169 USPQ 231 (CCPA 1971) (a chal
lenge to the taking of judicial notice must contain ade- .
quate information or argument to create on its face a
reasonable doubt regarding the circumstances justify
ing the judicial notice).

For further views on official notice, see In re Ahl
ert, 424 F.2d 1088, 1091, 165 USPQ 418, 420-421
(CCPA 1970) ("[A]ssertions of technical facts in areas
of esoteric technology must always be supported by
citation of some reference work" and "allegations
concerning specific 'knowledge' of the prior art,
which might be peculiar to a particular art should also
be supported." Furthermore the applicant must be
given the opportunity to challenge the correctness of
such assertions and allegations. "The facts so noticed
serve to 'fill the gaps' which might exist in the evi
dentiary showing" and should not comprise the prin
ciple evidence upon which a rejection is based.). See
also In re Barr, 444 F.2d 588, 170 USPQ 330 (CCPA
1971) (scientific journal references were not used as a
basis for taking judicial notice .that controverted
phrases were art-recognized because the court was not
sure that the meaning of the term at issue was indis
putable among reasonable men); and In re Eynde, 480
F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)
("The facts constituting the state of the art are nor
mally subject to the possibility of rational disagree
ment among reasonable men and are not amenable to
the taking of [judicial] notice.").

If applicant does not seasonably traverse the well
known statement during examination, then the object
of the well known statement is taken to be admitted
prior art. In re Chevenard, 139 F.2d 71, 60 USPQ 239
(CCPA 1943). A seasonable challenge constitutes a \
demand for evidence made as soon as practicable dur- •
ing prosecution. Thus, applicant is charged with
rebutting the well known statement in the next reply
after the Office action in which the well known state
ment was made. This is necessary because the exam-
iner must be given the opportunity to provide
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evidence in the next Office action or explain why no
evidence is required. If the examiner adds a reference
to the rejection in the next action after applicant's
rebuttal, the newly cited reference, if it is added
merely as evidence of the prior well known statement,
does not result in a new issue and thus the action can
potentially be made final. If no amendments are made
to the claims, the examiner must not rely on any other
teachings in the reference if the rejection is made
final.

2144.04 Legal Precedent as Source
of Supporting Rationale

As discussed in MPEP § 2144, if the facts in a prior
legal decision are sufficiently similar to those in an
application under examination, the examiner may use
the rationale used by the court, Examples directed to
various common practices which the court has held
normally require only ordinary skill in the art and
hence are considered routine expedients are discussed
below. If the applicant has demonstrated the criticality
of a specific limitation, it would not be appropriate to
rely solely on case law as the rationale to support an
obviousness rejection.

I. AESTHETIC DESIGN CHANGES

In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA
1947) (Claim was directed to an advertising display
device comprising a bottle and a hollow member in
the shape of a human figure from the waist up which
was adapted to fit over and cover the neck of the bot
tle, wherein the hollow member and the bottle
together give the impression of a human body. Appel"
lant argued that certain limitations in the upper part of
the body, including the arrangement of the arms, were
not taught by the prior art. The court found that mat
ters relating to ornamentation only which have no
mechanical function cannot be relied upon to patent
ably distinguish the claimed invention from the prior
art.). But see In re Dembiczak, 175 F.3d 994,
50 USPQ2d 1614 (Fed. Cir. 1999) (The claims of a

( utility application, drawn to a generally round, orange
I plastic trash bag with a jack-o-lantern face, were

rejected under 35 U.S.C. 103. However, the court
reversed the rejection for lack of motivation to com
bine conventional trash bags with a reference showing
a jack-o-lantern face on an orange paper bag stuffed
with newspapers.); Ex parte Hilton, 148 USPQ 356

(Bd. App. 1965) (Claims were directed to fried potato
chips with a specified moisture and fat content,
whereas the prior art was directed to french fries hav
ing a higher moisture content. While recognizing that
in some cases the particular shape of a product is of
no patentable significance, the Board held in this case
the shape (chips) is important because it results in a
product which is distinct from the reference product
(french fries).).

II. ELIMINATION OF A STEP OR AN ELE
MENT AND ITS FUNCTION

A. Omission of an Element and Its Function Is
Obvious If the Function ofthe Element Is Not
Desired

Ex parte Wu, 10 USPQ 2031 (Bd. Pat. App. & Inter.
1989) (Claims at issue were directed to a method for
inhibiting corrosion on metal surfaces using a compo
sition consisting of epoxy resin, petroleum sulfonate,
and hydrocarbon diluent. The claims were rejected
over a primary reference which disclosed an anticor
rosion composition of epoxy resin, hydrocarbon dilu
ent, and polybasic acid salts wherein said salts were
taught to be beneficial when employed in a freshwater
environment, in view of secondary references which
clearly suggested the addition of petroleum sulfonate
to corrosion inhibiting compositions. The Board
affirmed the rejection, holding that it would have been
obvious to omit the polybasic acid salts of the primary
reference where the function attributed to such salt is
not desired or required, such as in compositions for
providing corrosion resistance in environments which
do not encounter fresh water.). See also In re Larson,
340 F.2d 965, 144 USPQ 347 (CCPA 1965) (Omis
sion of additional framework and axle which served
to increase the cargo carrying capacity of prior art
mobile fluid carrying unit would have been obvious if
this feature was not desired.); and In re Kuhle,
526 F.2d 553, 188 USPQ 7 (CCPA 1975) (deleting a
prior art switch member and thereby eliminating its
function was an obvious expedient).

B. Omission of an Element with Retention of the
Element's Function Is an Indicia of Unobvi
ousness

Note that the omission of an element and retention
of its function is an indicia of unobviousness. In re
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Edge, 359 F.2d 896, 149 USPQ 556 (CCPA 1966)
(Claims at issue were directed to a printed sheet hav
ing a thin layer of erasable metal bonded directly. to
the sheet wherein said thin layer obscured the original
print until removal by erasure. The prior art disclosed
a similar printed sheet which further comprised an
intermediate transparent and erasure-proof protecting
layer which prevented erasure of the printing when
the top layer was erased. The claims were found
unobvious over the prior art because the although the
transparent layer of the prior art was eliminated, the
function of the transparent layer was retained since
appellant's metal layer could be erased without eras
ing the printed indicia.).

III. AUTOMATING A MANUAL ACTIVITY

In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194
(CCPA 1958) (Appellant argued that claims to a per
manent mold casting apparatus for molding trunk pis
tons were allowable over the prior art because the
claimed invention combined "old permanent-mold
structures together with a timer and solenoid which
automatically actuates the known pressure valve sys
tem to release the inner core after a predetermined
time has elapsed." The court held.that broadly provid
ing an automatic or mechanical means to replace a
manual activity which accomplished the same result
is not sufficient to distinguish over the prior art.).

IV. CHANGES IN SIZE, SHaPE, OR SE,
QUENCE OF ADDING INGREDIENTS

A. Changes in Size/Proportion

In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA
1955) (Claims directed to a lumber package "of
appreciable size and weight requiring handling hy a
lift truck" where held unpatentable over prior art lum
ber packages which could be lifted by hand because
limitations relating to the size of the packagewere not
sufficient to patentably distinguish over the prior art.);
In re Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA
1976) ("mere scaling up of a prior art process capable
of being scaled up, if such were the cas~, would not
establish patentability in a claim to an old process so
scaled." 531 F.2d at 1053, 189 USPQ at 148.).

In Gardner v. TEe Systems, Inc., 725 F.2d 1338,
220 USPQ 777 (Fed. Cir. 1984), cert. denied, 469
U.S. 830, 225 USPQ 232 (1984), the Federal Circuit

held.that, where the only difference between the prior
art and the claims was a recitation of relative dimen
sions of the claimed device and a device having the
claimed relative dimensions would not perform differ
ently than the prior art device, the claimed device was
not patentably distinct from the prior art device.

B. Changes in Shape

In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA
1966) (The court held that the configuration of the
claimed disposable' plastic. nursing container was a
matter of choice Which a person of ordinary skill in
the art would have found obvious absent persuasive
evidence that the particular configuration of the
claimed container was significant.).

C. Changes in Sequence ofAdding Ingredients

Ex parte Rubin, 128 USPQ440 (Bd, App. 1959)
(Prior art.reference disclosing a process of making a
laminated sheet wherein a base sheet is first coated
with a metallic film and thereafter impregnated with a
thermosetting material was held to render prima facie
obvious claims directed to a process of making a lam
inated sheet by reversing the orderof the prior art pro
cess steps.). See also In re Burhans, 154 F.2d 690, 69
USPQ 330 (CCPA 1946) (selection of any order of
performing process steps is prima facie obvious in the
absence of new or unexpected results); In re Gibson,
39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of
any order of mixing ingredients is prima facie obvi
ous.).

V. MAKING PORTABLE, INTEGRAL, SEPA
RABLE, ADJUSTABLE, OR CONTINU
OUS

A. Making Portable

In re Lindberg, 194 F.2d 732,93 USPQ 23 (CCPA
1952) (Fact that a claimed device is portable or mov
able is not sufficient by itself to patentably distinguish
over an otherwise old device unless there are new or
unexpected results.).

B. Making Integral

In re Larson, 340 F.2d 965, 968, 144 USPQ 347,
349 (CCPA 1965) (A claim to a fluid transporting
vehicle was rejected as obvious over a prior art refer
ence which differed from the prior art in claiming a
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brake drum integral with a clamping means, whereas
the brake disc and clamp of the prior art comprise sev
eral parts rigidly secured together as a single nnit. The
court affirmed the rejection holding, among other rea
sons, "that the use of a one piece construction instead
of the structure disclosed in [the prior art] would be
merely a matter of obvious engineering choice."); but
see Schenck v. Nortron Corp., 713 F.2d 782, 218
USPQ698 (Fed. Cir. 1983) (Claims were directed to a
vibratory testing machine (a hard-beating wheel bal
ancer) comprising a holding structure, a base struc
ture, and a supporting means which form "a single
integral and gaplessly continuous piece." Nortron
argued thatthe invention is just making integral what
had been made in four bolted pieces. Thecourt found
this argument unpersuasive and held that the claims
were patentable because the prior art perceived a need
for mechanisms to dampen resonance, whereas the
inventor eliminated the need for dampening via the
one-piece gapless support structure, showing insight
that was contrary to the understandings andexpecta
tions of the art.).

C. Making Separable

In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348,
349 (CCPA 1961) (The claimed structure, a lipstick
holder with a removable cap, was fully met by the
prior art except that in the prior art the cap is "press
fitted" and therefore not manually removable. The
court held that "if it were considered desirable for any
reason to obtain access to the end of [the prior art's]
holder to which the cap is applied, it would be obvi
ous to make the cap removable for that purpose.").

D. Making Adjustable

In re Stevens, 212 F.2d 197, 101 USPQ 284 (CCPA
1954) (Claims were directed to a handle for a fishing
rod wherein the handle has a longitudinally adjustable
finger hook, and the hand grip of the handle connects
with the body portion by means of a universal joint.
The court held that adjustability, where needed, is not
a patentable advance, and because there was an art
recognized need for adjustment in a fishing rod, the
substitution of a universal joint for the single pivot of
the prior art would have been obvious.).

E. Making Continuous

In re Dilnot, 319 F.2d 188, 138 USPQ 248 (CCPA
1963) (Claim directed to a method of producing a
cementitious structure wherein a stable air foam is
introduced into a slurry of cementitious material dif
fered from the prior art only in requiring the addition
of the foam to be continuous. The court held the
claimed continuous operation would have been obvi
ous in light of the batch process of the prior art.).

VI. REVERSAL, DUPLICATION, OR REAR
RANGEMENT OF PARTS

A. Reversal ofParts

In re Gazda, 219 F.2d 449, 104 USPQ 400 (CCPA
1955) (Prior art disclosed a clock fixed to the station
ary steering wheel column of an automobile while the
gear for winding the clock moves with steering wheel;
mere reversal of such movement, so the clock moves
with wheel, was held to be an obvious expedient.).

B. Duplication ofParts

In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA
1960) (Claims at issue were directed to a water-tight
masonry structure wherein a water seal of flexible
material fills the joints which form between adjacent
pours of concrete. The claimed water seal has a "web"
which lies perpendicular to the workface and in the
joint, and a plurality of "ribs" which are parallel to the
workface, forming the following shape:

m
The prior art disclosed a flexible water stop for pre
venting passage of water between masses of concrete
in the shape of a plus sign (+). Although the reference
did not disclose a plurality of ribs, the court held that
mere duplication of parts has no patentable signifi
cance unless a new and unexpected result is pro
duced.).

C. Rearrangement ofParts

In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA
1950) (Claims to a hydraulic power press which read
on the prior art except with regard to the position of
the starting switch were held unpatentable because
shifting the position of the starting switch would not
have modified the operation of the device.); In re
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Kuhle, 526 F,2d 553, 188 USPQ 7 (CCPA 1975) (the
particular placemeut of a contact iu a conductivity
measuring device was held to be an obvious matter of
design choice). However, "The mere fact that a
worker in the art could rearrange the parts of the refer
ence device to meet the terms of the claims on appeal
is not by itself sufficient to support a finding of obvi
ousness. The prior art must provide a motivation or
reason for the worker in the art, without the benefit of
appellant's specification, to make the necessary
changes in the reference device." Ex parte Chicago
Rawhide Mfg. Co., 223 USPQ 351, 353 (Bd. Pat. App.
& Inter. 1984).

VII. PURIFYING AN OLD PRODUCT

Pure materials are novel vis-a-vis less pure or
impure materials because there is a difference
between pure and impure materials. Therefore, the
issue is whether claims to a pure material are unobvi
ous over the prior art. In re Bergstrom, 427 F,2d 1394,
166 USPQ 256 (CCPA 1970). Purer forms of known
products may be patentable, but the mere purity of a
product, by itself, does not render the product unobvi
ous. Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App.
& Inter. 1989).

Factors to be considered in determining whether a
purified form of an old product is obvious over the
prior art include whether the claimed chemical com
pound or composition has the same utility as closely
related materials in the prior art, and whether.the prior
art suggests the particular form or structure of the
claimed material or suitable methods of obtaining that
form or structure. In re Cofer, 354 F,2d 664,
148 USPQ 268 (CCPA 1966) (Claims to the free
flowing crystalline form of a compound were held
unobvious over references disclosing the viscous liq
uid form of the same compound because the prior art
of record did not suggest the claimed compound in
crystalline form or how to obtain such crystals.).

See also Ex parte Stern, 13 USPQ2d 1379 (Bd. Pat.
App. & Inter. 1987) (Claims to interleukin 2 (a protein
with a molecular weight of over 12,000) purified to
homogeneity were held unpatentable over references
which recognized the desirability of purifying inter
leukin 2 to homogeneity in a view of a reference
which taught a method of purifying proteins having
molecular weights in excess of 12,000 to homogene
ity wherein the prior art method was similar to. the

method disclosed by appellant for purifying interleu
kin 2.).

Compare Ex parte Gray, 10 USPQ2d 1922 (Bd.
Pat. App. & Inter. 1989) (Claims were directed to
human nerve growth factor b-NGF free from other
proteins of human origin, and the specification dis
closed making the claimed factor through the use of
recombinant DNA technology. The claims were
rejected as prima facie obvious in view of two refer
ences disclosing b-NGF isolated from human placen
tal tissue. The Board applied case law pertinent to
product-by-process claims, reasoning that the prior art
factor appeared to differ from the claimed factor only
in the method of obtaining the factor. The Board held
that the burden of persuasion was on appellant to
show that the claimed product exhibited unexpected
properties compared with that of the prior art. The
Board further noted that "no objective evidence has
been provided establishing that no method was known
to those skilled in this field whereby the claimed
material might have been synthesized." 10 USPQ2d at
1926.).

2144.05 Obviousness of Ranges

See MPEP § 2131.03 for case law pertaining to
rejections based on the anticipation of ranges uuder
35 U.S.C. 102 and 35U.S.C. 1021103.

I. OVERLAP OF RANGES

In the case where the claimed ranges "overlap or lie
inside ranges disclosed by the prior art" a prima facie
case of obviousness exists. In re Wertheim, 541 F,2d
257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919
F,2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990) (The
prior art taught carbon monoxide concentrations of
"about 1-5%" while the claim was limited to "more
than 5%." The court held that "about 1-5%" allowed
for concentrations slightly above 5% thus the ranges
overlapped.); In re Geisler, 116 F,3d 1465, 1469-71,
43 USPQ2d 1362, 1365-66 (Fed. Cir. 1997) (Claim
reciting thickness of a protective layer as falling
within a range of "50 to 100 Angstroms" considered
prima facie obvious in view of prior art reference
teaching that "for suitable protection, the thickness of
the protective layer should be not less than about 10
nm [i.e., 100 Angstroms]." The court stated that "by
stating that 'suitable protection' is provided if the pro
tective layer is 'about' 100 Angstroms thick, [the
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prior art reference] directly teaches the use of a thick
ness within [applicant's] claimed range."). Similarly,
a prima facie case of obviousness exists where the
claimed ranges and prior art ranges do not overlap but
are close enough that one skilled in the art.wouldhave
expected them to have the same properties. Titanium
Metals Corp. of America v. Banner, 778 F.2d 775,
227 USPQ 773 (Fed. Cir. 1985) (Court held as proper
a rejection of a claim directed to an alloy of "having
0.8% nickel, 0.3% molybdenum, up to 0.1% iron, bal
ance titanium" as obvious over a reference disclosing
alloys of 0.75% nickel, 0.25% molybdenum, balance
titanium and 0.94% nickel, 0.31% molybdenum, bal
ance titanium.).

II. OPfIMIZATION OF RANGES

A. Optimization Within Prior Art Conditions or
Through Routine Experimentation

Generally, differences in concentratioll or tempera
ture will not support the patentability of subject mat
ter encompassed by the prior art unless there is
evidence indicating such concentration or temperature
is critical. "[W]here the general conditions of a claim
are disclosed in the prior art, it is not inventive to dis
cover the optimum or workable ranges by routine
experimentation." In re Aller, 220 F.2d 454,456, 105
USPQ 233, 235 (CCPA 1955) (Claimed process
which was performed at a temperature between 40°C
and 80°C and an acid concentration between 25% and
70% was held to be prima facie obvious over a refer
enceprocess .which differed from the claims only in
that the reference process was performed at a temper
ature of 1000 e and an acid concentration of 10%.).
See also In re Hoeschele, 406 F.2d 1403, 160 USPQ
809 (CCPA 1969) (Claimed elastomeric polyure
thanes which fell within the broad scope of the refer
ences were held to be unpatentable thereover because,
among other reasons, .there was no evidence of the
criticality of the claimed ranges of molecular weight
or molar proportions.). For more recent cases apply
ing this principle, see Merck & Co. Inc. v. Biocraft
Laboratories Inc., 874 F.2d 804, 10 USPQ2d 1843
(Fed. Cir.), cert. denied, 493 U.S. 975 (1989); In re
Kulling, 897 F.2d 1147, 14 USPQ2d 1056 (Fed. Cir.
1990); and In re Geisler, 116 F.3d 1465,43 USPQ2d
1362 (Fed. Cir. 1997).

B. Only Result-Effective Variables Can Be Opti-
. mized

A particular parameter must first be recognized as a
result-effective variable,. i.e., a variable which
achieves a recognized result, before the determination
of the optimum or workable ranges of said variable
might be characterized as routine experimentation. In
re Antonie, 559 f',2d 618, 195 USPQ 6 (CCPA 1977)
(The claimed wastewater treatment device had a tallk
volume to contractor area of 0.12 gal./sq. ft. The prior
art.did not recognize that treatment capacity is a func
tion of the tank volume to contractor ratio, and there.
fore the parameter optimized was not recognized in
the art to be a result. effective variable.). See also In
re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA
1980) (prior art suggested proportional balancing to
achieve desired results in the formation of an alloy).

III. REBUTTAL. OF PRIMA FACIE CASE OF
OBVIOUSNESS

Applicants can rebut aprimafacie case of obvious
ness based on overlapping ranges by showing the crit
icality of the claimed range. "The law is replete with
cases in which the difference between the claimed
invention and the prior art is some range Of other vari
able within the claims. . . . In such a situation, the
applicant must show that the particular range is criti
cal, generally by showing that the claimed range
achieves unexpected results relative to the prior art
range." In re Woodruff, 919 F.2d 1575, 16 USPQ2d
1934 (Fed. Cir. 1990). See MPEP § 716.02 
§ 716.02(g) for a discussion of criticality and unex
pected results.

A prima jacie case' of obviousness may' also be
rebutted by showing that the art, in any material
respect, teaches away from the claimed invention. In
re Geisler, 116 F.3d 1465, 1471, 43 USPQ2d 1362,
1366 (Fed. Cir. 1997) (Applicant argued that the prior
art taught away from use of a protective layer for a
reflective article having a thickness within the
claimed range of "50 to 100 Angstroms." Specifically,
a patent to Zehender, which was relied upon to reject
applicant's claim, included a statement that the thick
ness of the protective layer "should be not less than
about [100 Angstroms]." The court held that the
patent did not teach away from the claimed invention.
"Zehender suggests that there are benefits to be
derived from keeping the protective layer as thin as
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possible, consistent with achieving adequate protec
tion. A thinner coating reduces light absorption and
minimizes manufacturing time and expense. Thus,
while Zehender expresses a preference for a thicker
protective layer of 200-300 Angstroms, at the same
time it provides the motivation for one of ordinary
skill in the art to focus on thickness levels at the bot
tom of Zehender's 'suitable' range- about 100 Ang
stroms- and to explore thickness levels below that
range. The statement in Zehender that '[i]n general,
the thickness of the protective layer should be not less
than about [100 Angstroms]' falls far short of the kind
of teaching that would discourage one of skill in the
art from fabricating a protective layer of 100 Ang
stroms or less. [W]e are therefore 'not convinced that
there was a sufficient teaching away in the art to over
come [the] strong case of obviousness' made out by
Zehender,"). See MPEP § 2145, paragraph X.D., for a
discussion of "teaching away" references.

2144.06 Art Recognized Equivalence
for the Same Purpose

COMBINING EQUIVALENTS KNOWN FOR
THE SAME PURPOSE

"It is prima facie obvions to combine two composi
tions each of which is taught by the prior art to be use
ful for the same pnrpose, in order to form a third
composition to be used for the very same purpose....
[T]he idea of combining them flows logically from
their having been individually taught in the prior art."
In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069,
1072 (CCPA 1980) (citations omitted) (Claims to a
process of preparing a spray-dried detergent by mix
ing together two conventional spray-dried detergents
were held to be prima facie obvious.). See also In re
Crockett, 279 F.2d 274, 126 USPQ 186 (CCPA 1960)
(Claims directed to a method and material for treating
cast iron using a mixture comprising calcium carbide
and magnesium oxide were held unpatentable over
prior art disclosures that the aforementioned compo
nents individually promote the formation of a nodular
structure in cast iron.); and Ex parte Quadranti,
25 USPQ2d 1071 (Bd. Pat. App. & Inter. 1992) (mix
ture of two known herbicides held prima facie obvi
ous). But see In re Geiger, 815 F.2d 686, 2 USPQ2d
1276 (Fed. Cir. 1987) ("Based upon the prior art and
the fact that each of the three components of the com-

position used in the claimed method is conventionally
employed in the art for treating cooling water sys
tems, the board held that it would have been prima
facie obvious, within the meaning of 35 U.S.c. 103,
to employ these components in combination for their
known functions and to optimize the amount of each
additive .... Appellant argues ... hindsight reconstruc
tion or at best, ... 'obvious to try' .... We agree with
appellant.").

SUBSTITUTING EQUIVALENTS KNOWN FOR
THE SAME PURPOSE

In order to rely on equivalence as a rationale sup
porting an obviousness rejection, the equivalency
must be recognized in the prior art, and cannot be
based on applicant's disclosure or the mere fact that
the components at issue are functional or mechanical
equivalents. In re Ruff, 256 F.2d 590, 118 USPQ 340
(CCPA 1958) (The mere fact that components are
claimed as members of a Marknsh group cannot be
relied upon to establish the equivalency of these com
ponents. However, an applicant's expressed recogni
tion of an art-recognized or obvious equivalent may
be used to refute an argument that such equivalency
does not exist.); In re Scott, 323 F.2d 1016, 139 USPQ
297 (CCPA 1963) (Claims were drawn to a hollow
fiberglass shaft for archery and a process for the pro
duction thereof where the shaft differed from the prior
art in the use of a paper tube as the core of the shaft as
compared with the light wood or hardened foamed
resin core of the prior art. The Board found the
claimed invention would have been obvious, reason
ingthat the prior art foam core is the functional and
mechanical equivalent of the claimed paper core. The
court reversed, holding that components which are
functionally or mechanically equivalent are not neces
sarily obvious in view of one another, and in this case,
the use of a light wood or hardened foam resin core
does not fairly suggest the use of a paper core.); Smith
v. Hayashi, 209 USPQ 754 (Bd. of Pat. Inter. 1980)
(The mere fact that phthalocyanine and selenium
function as equivalent photoconductors in the claimed
environment was not sufficient to establish that one
would have been obvious over the other. However,
there was evidence that both phthalocyanine and sele
nium were known photoconductors in the art of elec
trophotography. "This, in our view, presents strong
evidence of obviousness in substituting one for the
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These "Genus-Species Guidelines" are to assist
Office personnel in the examination of applications
which contain. claims to species or a subgenus of
chemical compositions for compliance with 35 U.S.c.
103 based upon a single prior art reference which dis
closes a genus encompassing.the claimed species ()f

subgenus but does not expressly disclose the particu
lar claimed species or subgenus. Office personnel
should attemptto find additional prior art to show that
the differences between the prior art primary refer
ence and the claimed invention as a whole would have
been obvious. Where such additional prior art is not
found, Office personnel should follow these guide
lines to determine whether a single reference
35 U.S.C. 103 rejection would be appropriate. The
guidelines are based on the Office's current under
standing of the law aud are believed to be fully con
sistent with binding precedent of the Supreme Court,
the Federal Circuit, and the Federal Circuit's prede
cessor courts.

The analysis of the guidelines begins at the' point
during examination after a single prior art reference is
found disclosing a genus encompassing the claimed
species or subgenus. Before reaching this point,
Office personnel should follow appropriate anteced
ent examination procedures. Accordingly, Office per
sonnel should first analyze the claims as' a whole in
light of and consistent with the written description;
considering all claim limitations. When evaluating the
scope of a claim, every limitation in the claim must be
considered. See, e.g., In re Ochiai, 71F.3d 1565,
1572,37 USPQ2d 1127, 1133 (Fed. Cir. 1995). How
ever, the claimed invention may not be dissected into
discrete elements to be analyzed in isolation, but must
be considered as a whole. See, e.g., w.L. Gore &
Assoc., Inc.v. Garlock, Inc., 721 F.2d 1540, 1548,
220 USPQ303, 309 (Fed. Cir. 1983); Jones v. Hardy,
727T.2d 1524, 1530, 220USPQ 1021, 1026 (Fed. Cir.
1983) ("treating the advantage as the invention disre
gards the statutory requirement that the invention be
viewed 'as a whole"'). Next, Office personnel should
conduct a thorough search of the prior art and identify
all relevant references. Both claimed and unclaimed
aspects of the invention should be searched if there is
a reasonable expectation that the unclaimed aspects
may be later claimed. If the most relevant prior art

other in an electrophotographic environment as a pho
toconductor." 209 USPQ at 759.).

An express suggestion to substitute one equivalent
component or' process for another is not necessary to
render such substitution obvious. In re Fout, 675 F.2d
297,213 USPQ 532 (CCPA 1982).

2144.07 Art Recognized Suitability for
an Intended Purpose

The selection of a known material based on its suit
ability for its intended use supported a prima facie
obviousness determination in Sinclair & Carroll Co.
v. Interchemical Corp., 325 U.S. 327, 65 USPQ297
(1945) (Claims to a printing ink comprising a solvent
having the vapor pressure characteristics of butyl car,
bitol so that the ink would not dry at room tempera
ture but would dry quickl~, upon heating were held
invalid over a reference teaching a printing ink made
with a different solvent that was nonvolatile at room
temperature but highly volatile when heatedinview
of an article \\,hich taught the desired boiling point
and vapor pressure characteristics of a solvent for
printing inks and a catalog teaching the boiling point
and vapor pressure characteristics of butyl carbitol.
"Reading a list and selecting a known compound to
meet known requirements is no more ingenious than
selecting the last piece to put in the last opening in a
jig-saw puzzle." 325 U.S. at 335,65 USPQ at 301.).

See also In re Leshin, 227 F.2d 197, 125 USPQ 416
(CCPA 1960) (selection of a known plastic to make a
container of a type made of plastics prior to the inven
tion was held to be obvious); Ryco, Inc. v. Ag-Bag
Corp., 857 F.2d 1418, 8 USPQ2d 1323 (Fed.Cir.
1988) (Claimed agricultural bagging machine, which
differed from a prior art. machine only in that the
brake means were hydraulically operated rather than
mechanically operated, was held to be obvious over
the prior art machine in view of references which dis
closed hydraulic brakes for performing the same func
tion, albeitin a different environment.).

2144.08 Obviousness of Species
When Prior Art Teaches Genus

I. GUIDELINES FOR THE EXAMINATION
OF CLAIMS DIRECTED TO SI'ECIES OF
CHEMICAL COMPOSITIONS BASED

UPON A SINGLE
REFERENCE

PRIOR ART
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consists of a single prior art reference disclosing a
genus encompassing the claimed species or subgenus,
Office personnel should follow the guidelines set
forth herein.

These guidelines do not constitute substantive rule
making and hence do not have the force and effect of
law. Rather, they are to assist Office personnel in ana
lyzing claimed subject matter for compliance with
substantive law. Thus, rejections must be based upon
the substantive law, and it is these rejections which
are appealable, not any failure by Office personnel to
follow these guidelines.

Office personnel are to rely on these guidelines in
the event of any inconsistent treattnent of issues
between these guidelines and any earlier provided
guidance from the Office.

II. DETERMINE WHETHER THE CLAIMED
SPECIES OR SUBGENUS WOULD HAVE
BEEN OBVIOUS TO ONE OF ORDINARY
SKILL IN THE PERTINENT ART AT THE
TIME THE INVENTION WAS MADE

The patentability of a claim to a specific compound
or subgenus embraced by a prior art genus should be
analyzed no differently than any other claim for pur
poses of 35 U.S.c. 103. "The section 103 requirement
of unobviousness is no different in chemical cases
than with respect to other categories of patentable
inventions." In re Papesch, 315 F.2d 381,385, 137
USPQ 43,47 (CCPA 1963). A determination of pat
entability under 35 U.S.C. 103 should be made upon
the facts of the particular case in view of the totality
of the circumstances. See, e.g., In re Dillon, 919F.2d
688,692-93, 16 USPQ2d 1897, 1901 (Fed. Cir. 1990)
(in bane). Use of per se rules by Office personnel is
improper for determining whether claimed subject
matter would have been obvious under 35 U.S.C. 103.
See, e.g., In re Brouwer, 77 F.3d 422, 425,
37 USPQ2d 1663, 1666 (Fed. Cir. 1996);lnreOchiai,
71 F.3d 1565, 1572,37 USPQ2d 1127, 1133 (Fed. Cir.
1995); In re Baird, 16 F.3d 380, 382, 29USPQ2d
1550, 1552 (Fed. Cir. 1994). The fact that a claimed
species or subgenus is encompassed by a prior art
genus is not sufficient by itself to establish a prima
facie case of obviousness. In re Baird, 16 F.3d 380,
382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994) ("The
fact that a claimed compound may be encompassed

by a disclosed generic formula does not by itself ren
der that compound obvious."); In re Jones, 958 F.2d
347, 350, 21 USPQ2d 1941, 1943 (Fed. Cir. 1992)
(Federal Circuit has "decline]d] to extract from Merck
[ & Co. v. Biocraft Laboratories Inc., 874 F.2d 804,
10USPQ2d 1843 (Fed. Cir. 1989)] the rule that...
regardless of how broad, a disclosure of a chemical
genus renders obvious any species that happens to fall
within it."). See also In re Deuel, 51 F.3d 1552, 1559,
34USPQ2d121O, 1215 (Fed. Cir. 1995).

A proper obviousness analysis involves a three-step
process. First, Office. personnel should establish a
prima facie case of unpatentability considering the
factors set out by the Supreme Court in Graham v.
John Deere. See, e.g., In re Bell, 991 F.2d 781, 783,
26 USPQ2d 1529, 1531 (Fed. Cir. 1993) ("The PTO
bears the burden of establishing a case of prima facie
obviousness."); In re Rijckaert,9 F.3d 1531, 1532,
28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re Oet
iker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444
(fed. Cir. 1992). Graham v. John Deere Cq., 383 U.S.
1, 17-18 (1966), requires that to make out a case of
obviousness, One must:

(A) determine the scope and contents of the prior
art:,

(B) ascertain the differences between the prior art
and the claims in issue;

(C) determine the level of skill in the pertinent
art; and

(D) evaluate any evidence of secondary consider
ations. If a prima facie case is established, the burden
shifts to applicant to come forward with rebuttal evi
dence or argument to overcome the prima facie case.

If a prima facie case is established, the burden
shifts to applicant to come forward with rebuttal evi
dence or argumentto overcome the prima facie case.
See, e.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at
1531; Rijckaert, 9 F.3d at 1532, 28 USPQ2d at 1956;
Oetiker, 977 F.2d at 1445, 24 USPQ2d at 1444.
Finally, Office personnel should evaluate the totality
of the facts and all of the evidence to determine
whether they still. support a conclusion that the
claimed invention would have been obvious to one of
ordinary skill in the art at the time the invention was
made.Id.
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A. Establishing a Prima Facie Case ofObvious
ness

To establish a prima facie case of obviousness in a
genus-species chemical composition situation, as in
any other 35 U.S.C.103 case, it is essential that Office
personnel find some motivation Orsuggestion to make
the claimed invention in light of the prior art teach
ings. See, e.g., In reBrouwer, 77 F.3d 422, 425,
37 USPQ2d 1663, 1666 (Fed Cir. 1996) ("[T]he
mere possibility that one of the esters or the active
methylene group-containing compounds... could be
modified or replaced such that its use would lead to
the specific sulfoalkylated resin recited in claim
8 does not make the process recited in claim 8 obvi
ous 'unless the prior art suggested the desirability of
[such a] modification' or replacement.") (quoting In
re Gordon, 733 F.2d 900, 902, 221USPQ 1125, 1127
(Fed. Cir. 1984)); In re Vaeck, 947 F.2d 488, 493, 20
USPQ2d 1438, 1442 (Fed. Cir. '1991) ("[A] proper
analysis under § 103 requires, inter alia, consider
ation of... whether the prior art would have suggested
to those of ordinary skill in the art that they should
make the claimed composition or device, Orcarry out
the claimed process."). In order to find such motiva
tion or suggestion there should be a reasonable likeli
hood that the claimed invention would have the
properties disclosed by the prior art teachings. The
prior art disclosure may be express, implicit, or inher
ent. Regardless of the type of disclosure, the prior art
must provide some motivation to one of ordinary skill
in the art to make the claimed invention in order to
support a conclusion of obviousness. See, e.g., Vaeck,
Q47 F.2d at 493,20 USPQ2d at 1442 (A proper obvi
ousness analysis requires consideration of "whether
the prior art would also have revealed that in so mak
ing or carrying out [the claimed invention], those of
ordinaryskill would have a reasonable expectation of
success."); In re Dow Chemical co; 837 F.2d 469,
473, 5 USPQ2d 1529, 1531 (Fed. Cir.1988) ("The
consistent criterion for determination of Obviousness
is whether the prior art would have suggested to one
of ordinary skill in the art that this process should be
carried out and would have a reasonable likelihood of
success, viewed in the light of the prior art."); Hodasb
v. Block Drug Co., 786 F.2d 1136,1143 n.S,
229 USPQ 182, 187 n.5 (Fed. Cir. 1986). These dis
closed findings should be made with a complete
understanding of the first three "Graham factors."

When evidence of secondary considerations such as
unexpected results is initially before the Office, for
example in the specification, that evidence should be
considered in deciding whether there is a prima facie
case of obviousness. The determination as to whether
a prima facie case exists should be made on the full
record before the Office at the time of the determina
tion. Thus, Office personnel should:

(A) determine the "scope and content of the prior
art";

(B) ascertain the "differences between the prior
art and the claims at issue"; and

(C) determine "the level of ordinary skill in the
pertinent art."

Graham v. John Deere, 383 U.S. I, 17, 148 USPQ
459, 467 (1966). Accord, e.g., In re Paulsen, 30 F.3d
1475, 1482,31 USPQ2d 1671, 1676 (Fed. Cir. 1994).

1. Determine the Scope and Content of the
Prior Art,

As aninitial matter, Office personnel should deter
mine the scope and content of the relevant prior art.
Each reference Inust qualifyas prior art under 35
U.S.C. 102 (e.g., Panduit Corp. v. Dennison Mfg, Co.,
810 F.2d 1561, 1568, 1 USPQ2d 1593, 1597 (Fed. Cir.
1987) ("Before answering Graham's 'content'
inquiry, it must be known whether a patent or publica
tion is inthe prior art under 35 U.S.C. S102.")) and
should be in the field of applicant's endeavor, or be
reasonably pertinent to the particular problem with
which the inventor was concerned. In r~ Oetiker, 977
F.2d 1443, 1447, 24 USPQ2d 1443, 1445 (Fed. Cir.
1992), Accord, e.g., In re Clay, 966 F.2d 656,658
59,23 USPQ2d 1058, 1060 (Fed. Cir. 1992).

In the case of a prior art reference disclosing a
genus, Office personnel should make findings as to:

(A) the structure of the disclosed prior art genus
and that of any expressly described species or subge
nus within the genus;

(B) any physical or chemical properties and utili
ties disclosed for the genus, as well as any suggested
limitations on the usefulness of the, genus, and any
problems alleged to be addressed by the genus;

(C) the predictability of the technology; and
(D) the number of species encompassed by the

genus taking into consideration all of the variables
possible.
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Once the structure of the disclosed prior art genus

and that of any expressly described species or subge
nus within the genus are identified, Office personnel

should compare it to the claimed species or subgenus

to determine the differences. Through this compari
son, the closest disclosed species or subgenus in the

prior art reference should be identified and compared

to that claimed. Office personnel should make explicit
findings on the similarities and differences between
the closest disclosed prior art species or subgenus of

record and the claimed species or subgenus including

findings relating to similarity of structure, chemical
properties and utilities. In Strataflex, Inc. v. Aeroquip

Corp., 713 F.2d 1530, 1537, 218 USPQ 871, 877

(Fed. Cir. 1983), the Court noted that "the question
under 35 U.S.c. § 103 is not whether the differences

[between the claimed invention and the prior art]

would have been obvious" but "whether the claimed

invention as a whole would have been obvious."
(emphasis in original).

In light of the findings made relating to the three
Graham factors, Office personnel should determine
whether one of ordinary skill in the relevant art would
have been motivated to make the claimed invention as
a whole, i.e., to select the claimed species or subgenus
from the disclosed prior art genus. See, e.g., Ochiai,
71 F.3d at 1569-70, 37 USPQ2d at 1131; Deuel,
51 F.3d at 1557, 34 USPQ2d at 1214 ("[A] prima
facie case of unpatentability requires that the teach
ings of the prior art suggest the claimed compounds to
a person of ordinary skill in the art." (emphasis in
original»; Jones, 958 F.2d at 351, 21 USPQ2d at
1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 16
USPQ2d at 1901; In re Lalu, 747 F.2d 703, 705,
223 USPQ 1257, 1258 (Fed. Cir. 1984) ("The prior art
must provide one of ordinary skill in the art the moti
vation to make the proposed molecular modifications
needed to arrive at the claimed compound."). See also
In re Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 1309,
1311 (Fed. Cir. 1996) (discussing motivation to com
bine). To address this key issue, Office personnel
should consider all relevant prior art teachings, focus
ing on the following, where present.

2. Ascertain the Differences Between the Clos

est Disclosed Prior Art Species or Subgenus

of Record and the Claimed Species or Subge

nus

4. Determine Whether One of Ordinary Skill in
the Art Would Have Been Motivated To Se
lect the Claimed Species or Subgenus

3. Determine the Level of Skill in the Art

Office personnel should evaluate the prior art from

the standpoint of the hypothetical person having ordi

nary skill in the art at the time the claimed invention

was made. See, Ryko Mfg. Co. v. Nu-Star Inc., 950
F.2d 714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir.

1991) ("The importance of resolving the level of ordi

nary skill in the art lies in the necessity of maintaining

objectivity in the obviousness inquiry."); Uniroyal
Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1050, 5
USPQ2d 1434, 1438 (Fed. Cir. 1988) (evidence must

be viewed from position of ordinary skill, not of an

expert). In most cases, the only facts of record per

taining to the level of skill in the. art will be found

within the prior art reference. However, any addi

tional evidence presented by applicant should be eval

uated.

(a) Consider the Size of the Genus

Consider the size of the prior art genus, bearing in
mind that size alone cannot support an obviousness
rejection. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d
at 1552 (observing that "it is not the mere number of
compounds in this limited class which is significant
here but, rather, the total circumstances involved").
There is no absolute correlation between the size of
the prior art genus and a conclusion of obviousness.
!d. Thus, the mere fact that a prior art genus contains a
small number of members does not create a per se
rule of obviousness. Some motivation to select the
claimed species or subgenus must be taught by the
prior art. See, e.g., Deuel, 51 F.3d at 1558-59, 34
USPQ2d at 1215 ("No particular one of these DNAs
can be obvious unless there is something in the prior
art to lead to the particular DNA and indicate that it
should be prepared."); Baird, 16 F.3d at 382-83,
29 USPQ2d at 1552; Bell, 991 F.2d at 784,
26 USPQ2d at 1531 ("Absent anything in the cited
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prior art suggesting which of the 1036 possible
sequences suggested by Rinderknecht corresponds to
the IGF gene; the PTO has not met its burden of estab
lishing that the prior art would have suggested the
claimed sequences."). However, a genus may be so
small that, when considered in light of the totality of
the circumstances, it would anticipate the claimed
species or subgenus. For example, it has been held
that a prior art genus containing only 20 compounds
and a limited number of variations in the generic
chemical formula inherently anticipated a claimed
species within the genus because "one skilled in [the]
art would... envisage each member' of the genus. In
re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280
(CCPA 1962) (emphasis in original). More specifi
cally, the court in Petering stated:

A simple calculation will show that, excluding isomer
ism within certain of the R, groups; the limited class we
find in Karrer contains only 20 compounds. However, we
wish to point out that it is not the mere number of com
pounds in this 'limited class which is significant here but,
rather, the total circumstances involved, including such
factors as the limited number of variations for R, only two
alternatives for Yand Z, no alternatives for the other ring
positions, _and a large unchanging ,parent .structural
nucleus. With these circumstances in mind. ,it is our opin
ion that Karrer has described to those with ordinary skill
in this art each of the various permutations here involved
as fully as if he had drawn each structural formula or had
written each name.

Id. (emphasis in original). Accord In re Schaumann,
572 F.2d 312, 316, 197 USPQ 5, 9 (CCPA 1978)
(prior art genus encompassing claimed species which
disclosed preference for lower alkyl secondary amines
and properties possessed by the claimed compound
constituted description of claimed compound for pur
poses of 35 U.S.c. 102(b». Cf., In re Ruschig,
343 F.2d 965, 974, 145 USPQ 274, 282 (CCPA 1965)
(Rejection of claimed compound in light of prior art
genus based on Petering is not appropriate where the
prior art does not disclose a small recognizable class
of compounds with common properties.).

(b) Consider the Express Teachings

If the prior art reference expressly teaches a partic
ular reason to select the claimed species or subgenus,
Office personnel should point out the express disclo
sure which would have motivated one of ordinary
skill in the art to select the claimed invention. An

express teaching may be based on a statement in the
prior art reference such as an art recognized equiva
lence. For example, see. Merck & Co. v. Biocraft
Labs., 874 F.2d 804, 807, 10 USPQ2d 1843, 1846
(Fed. Cir. 1989) (holding claims directed to diuretic
compositions comprising a specific mixture of
amiloride and hydrochlorothiazide were obvious over
a prior art reference expressly teaching that arniloride
was a pyrazinoylguanidine which could be coadminis
tered with potassium excreting diuretic agents, includ
inghydrochlorothiazide which was a named example,
to produce a diuretic with desirable sodium and potas
sium eliminating properties). See also, In re Kemps,
97 F.3d 1427, 1430,40 USPQ2d 1309, 1312 (Fed. Cir.
1996) (holding there is sufficient motivation to com
bine teachings of prior art to achieve claimed inven
tion where one reference specifically refers to the
other).

(c) Consider the Teachings of Structnral
Similarity

Consider any teachings of a "typical," "preferred,"
or "optimum" species Or subgenus within the dis
closed genus. If such a species or subgenus is structur
ally similar to that claimed, its disclosure may
motivate one of ordinary skill in the art to choose the
claimed species or subgenus from the genus, based on
the reasonable expectation that structurally similar
species usually have similar properties. See, e.g., Dil
lon, 919 F.2d at 693,696, 16 USPQ2d at 1901, 1904.
See also Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214
("Structural relationships may provide the requisite
motivation or suggestion to modify known com
pounds to obtain new compounds. For example, a
prior art compound may suggest its homologs because
homologs often have similar properties and therefore
chemists of ordinary skill would ordinarily contem
plate making them to try to obtain compounds with
improved properties."). The utility of such properties
will normally provide some motivation to make the
claimed species or subgenus. Id.

In making an obviousness determination, Office
personnel should consider the number of variables
which must be selected or modified, and the nature
and significance of the differences between the prior
art and the claimed invention. See, e.g., In re Jones,
958 F.2d 347, 350, 21 USPQ2d 1941, 1943 (Fed. Cir.
1992) (reversing obviousness rejection of novel
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dicamba salt with acyclic structure over broad prior
art genus encompassing claimed salt, where disclosed
examples of genus were dissimilar in structure, lack
ing an ether linkage or being cyclic); In re Susi, 440
F.2d 442, 445, 169 USPQ 423, 425 (CCPA 1971) (the
difference from the particularly preferred subgenus of
the prior art was a hydroxyl group, a difference con
ceded by applicant "to be of little importance"). In the
area of biotechnology, an exemplified species may
differ from a claimed species by a conservative sub
stitution ("the replacement in a protein of one amino
acid by another, chemically similar, amino acid...
[which] is generally expected to lead to either no
change or only a small change in the properties of the
protein." Dictionary of Biochemistry and Molecular
Biology 97 (John Wiley & Sons, 2d ed. 1989)). The
effect of a conservative substitution on protein func
tion depends on the nature of the substitution and its
location in the chain. Although at some locations a
conservative substitution may be benign, in some pro
teins only one amino acid is allowed at a given posi
tion. For example, the gain or loss of even one methyl
group can destabilize the structure if close packing is
required in the interior of domains. James Damell et
al., Molecular Cell Biology 51 (2d ed. 1990).

The closer the physical and chemical similarities
between the claimed species or subgenus and any
exemplary species or subgenus disclosed in the prior
art, the greater the expectation that the claimed sub
ject matter will function in an equivalent manner to
the genus. See, e.g., Dillon, 919 F.2d at 696, 16
USPQ2d at 1904 (and cases cited therein). Cf Baird,
16 F.3d at 382-83, 29 USPQ2d at 1552 (disclosure of
dissimilar species can provide teaching away).

Similarly, consider any teaching or suggestion in
the reference of a preferred species or subgenus that is
significantly different in structure from the claimed
species or subgenus. Such a teaching may weigh
against selecting the claimed species or subgenus and
thus against a determination of obviousness. Baird,
16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing
obviousness rejection of species in view of large size
of genus and disclosed "optimum" species which dif
fered greatly from and were more complex than the
claimed species); Jones, 958 F.2d at 350, 21 USPQ2d
at 1943 (reversing obviousness rejection of novel
dicamba salt with acyclic structure over broad prior
art genus encompassing claimed salt, where disclosed

examples of genus were dissimilar in structure, lack
ing an ether linkage or being cyclic). For example,
teachings of preferred species of a complex nature
Within. a disclosed genus may motivate an artisan of
ordinary skill to make similar complex species and
thus teach away from making simple species within
the genus. Baird, 16 F.3d at 382, 29 USPQ2d at 1552.
See also Jones, 958 F.2d at 350, 21 USPQ2d at 1943
(disclosed salts of genus held not sufficiently similar
in structure to render claimed species prima facie
obvious).

Concepts used to analyze the structural similarity of
chemical compounds in other types of chemical cases
are equally useful in analyzing genus-species cases.
For example, a claimed tetra-orthoester fuel composi
tion was held to be obvious in light of a prior art tri
orthoester fuel composition based on their structural
and chemical similarity and similar use as fuel addi
tives. Dillon, 919 F.2d at 692-93, 16 USPQ2d at 1900
02. Likewise, claims to amitriptyline used as an anti
depressant were held obvious in light of the structural
similarity to imipramine, a known antidepressant
prior art compound, where both compounds were tri
cyclic dibenzo compounds and differed structurally
only in the replacement of the unsaturated carbon
atom in the center ring of amitriptyline with a nitro
gen atom in imipramine. In re Merck & Co., 800 F.2d
1091, 1096-97, 231 USPQ 375, 378-79 (Fed. Cir.
1986). Other structural similarities have been found
to support a prima facie case of obviousness. See,
e.g., In re May, 574 F.2d 1082, 1093-95, 197 USPQ
601, 610-11 (CCPA 1978) (stereoisomers); In re
Wilder, 563 F.2d 457, 460, 195 USPQ 426, 429
(CCPA 1977) (adjacent homologs and structural iso
mers); in re Hoch, 428 F.2d 1341, 1344, 166 USPQ
406, 409 (CCPA 1970) (acid and ethyl ester); In re
Druey, 319 F.2d 237, 240, 138 USPQ 39, 41 (CCPA
1963) (omission of methyl group from pyrazole ring).
Generally, some teaching of a structural similarity
will be necessary to suggest selection of the claimed
species or subgenus. Id.

(d) Consider the Teachings of Similar Properties
or Uses

Consider the properties and utilities of the structur
ally similar prior art species or subgenus. It is the
properties and utilities that provide real world motiva
tion for a person of ordinary skill to make species
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structurally similar to those iu the prior art. Dillon,
919 F.2d at 697, 16 USPQ2d at 1905; In re Stemniski,
444 F.2d 581,586, 170 USPQ 343,348 (CCPA 1971).
Conversely, lack of any known useful properties
weighs against a finding of motivation to make or
select a species or subgenus. In re Albrecht, 514 F.2d
1389, 1392, 1395-96, 185 DSPQ 585, 587, 590
(CCPA 1975) (The prior art compound so irritated the
skin that. it could not be regarded as useful for the dis
closed anesthetic purpose, and therefore a person
skilled in the art would not have been motivated to
make related compounds.); Stemniski, 444 F.2d at

586, 170. USPQ at 348 (close structural similarity
alone is not sufficient to create a prima facie case of
obviousness when the reference compounds lack util
ity, and thus there is no motivation to make related
compounds.). However, the prior art need not disclose
a newly discovered property in order for thereto be a
prima facie case of obviousness. Dillon, 919 F.2d at
697, 16 USPQ2d at 1904-05 (and cases cited therein).
If the claimed invention and the structurally similar
prior art species share any useful property, that will
generally be sufficient to motivate an artisan of ordi
nary skill to make the claimed species, e.g., id. For
example, based on a finding thata tri-orthoester and a
tetra-orthoester behave similarly in certain chemical
reactions, it has been held that one of ordinary skill in
the relevant art would have been motivated to select
either structure. 919 F.2d at 692, 16 DSPQ2d at 1900
01. In fact, similar properties may normally be pre
sumed when compounds are very close in structure.
Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901,
1904. See also In re Grabiak, 769 F.2d 729, 731, 226
USPQ 870, 871 (Fed. Cir. 1985) ("When chemical
compounds have 'very close' structural similarities
and similar utilities, without more a prima facie case
may be made."). Thus, evidence of similar properties
or evidence of any useful properties disclosed in the
prior art that would be expected to be shared by the
claimed invention weighs in favor of a conclusion that
the claimed invention would have been obvious. Dil
lon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re
Wilder, 563 F.2d 457, 461, 195 USPQ 426,
430 (CCPA 1977); In re Linter, 458 F.2d 1013, 1016,
173 USPQ 560, 562 (CCPA 1972).

(e) Consider the Predictability of the Technol
ogy

Consider the predictability of the technology. See,
e.g., Dillon, 919 F.2d at 692-97, 16 USPQ2d at 1901
05; In re Grabiak, 769 F.2d 729, 732-33, 226 USPQ
870,872 (Fed. Cir. 1985). If the technology is unpre
dictable, it is less likely that structurally similarspe
cies will render a claimed species obvious because it
may not be reasonable to infer that they would share
similar properties. See, e.g., In re May, 574 F.2d 1082,
1094,197 USPQ 601, 611 (CCPA 1978) (prima facie
obviousness of claimed analgesic compound based on
structurally similar prior art isomer was rebutted with
evidence demonstrating that analgesia and addiction
properties could not be reliably predicted on the basis
of chemical structure); In re Schechter, 205 F.2d 185,
191,98 USPQ 144, 150 (CCPA 1953) (unpredictabil
ity in the insecticide field, with homologs, isomers
and analogs of known effective insecticides having
proven ineffective as insecticides, was considered as a
factor weighing against a conclusion of obviousness
of the claimed compounds). However, obviousness
does not require absolute predictability, only a reason
able expectation of success, i.e., a reasonable expecta
tion of obtaining similar properties. See, e.g., In re
O'Farrell, 853 F.2d 894, 903, 7USPQ2d 1673, 1681
(Fed. Cir. 1988).

(f) Consider Any Other Teaching To Support
the Selection of the Species or SUbgenus

The categories of relevant teachings enumerated
above are those most frequently encountered ina
genus-species case, but they are not exclusive. Office
personnel should consider the totality of the evidence
in each case. In unusual cases, there may be other rel
evant teachings sufficient to support the selection of
the species or subgenus and, therefore, a conclusion
of obviousness.

5. Make Express Fact-Findings and Determine
Whether They Support a Prima Facie Case
of Obviousness

Based on the evidence as a whole (In re Bell, 991
F.2d 781,784, 26 USPQ2d 1529, 1531 (Fed. Cir.
1993); In re Kulling, 897 F.2d 1147, 1149,
14 USPQ2d 1056, 1057 (Fed. Cir. 1990)), Office per
sonnelshould make express fact-findings relating to
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the Graham factors, focusing primarily on the prior
art teachings discussed above. The fact-findings
should specifically articulate what teachings or sug
gestions in the prior art would have motivated one of
ordinary skill in the art to select the claimed species or
subgenus. Kulling, 897 F.2d at 1149, 14 USPQ2d at
1058; Panduit Corp. v. Dennison Mfg. Co., 810 F.2d
1561, 1579 n.42, I USQP2d 1593, 1606 n.42 (Fed.
Cir. 1987). Thereafter, it should be determined
whether these findings, considered as a whole, sup
port a prima facie case that the claimed invention
would have been obvious to one of ordinary skill in
the relevant art at the time the invention was made.

B. Determining Whether Rebuttal Evidence Is
Sufficient To Overcome the Prima Facie Case
ofObviousness

If a prima facie case of obviousness is established,
the burden shifts to the applicant to come forward
with arguments andlor evidence to rebut the prima
facie case. See, e.g., Dillon, 919 F.2d at 692,
16 USPQ2d at 1901. Rebuttal evidence and argu
ments can be presented in the specification, In re Soni,
54 F.3d 746, 750, 34 USPQ2d 1684, 1687 (Fed. Cir.
1995), by counsel, In re Chu, 66 F.3d 292, 299, 36
USPQ2d 1089, 1094-95 (Fed. Cir, 1995), or by way
of an affidavit or declaration under 37 CFR 1.132,
e.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re
Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789
90 (Fed. Cir. 1984). However, arguments of counsel
cannot take the place of factually supported objective
evidence. See, e.g., In re Huang, 100 F.3d 135, 139
40,40 USPQ2d 1685, 1689 (Fed. Cir. 1996); In re De
Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed.
Cir.1984).

Office personnel should consider all rebuttal argu
ments and evidence presented by applicants. See, e.g.,
In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687
(Fed. Cir. 1995) (error not to consider evidence pre
sented in the specification). Cj, In re Alton, 76 F.3d
1168,37 USPQ2d 1578 (Fed. Cir. 1996) (error not to
consider factual evidence submitted to counter a 35
U.S.C. 112 rejection); In re Beattie, 974F.2d 1309,
1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 1992)
(Office personnel should consider declarations from
those skilled in the art praising the claimed invention
and opining that the art teaches away from the inven
tion.); Piasecki, 745F.2d at 1472, 223 USPQ at 788

("[Rebuttal evidence] may relate to any of the Gra
ham factors including the so-called secondary consid
erations."). Rebuttal evidence may include evidence
of "secondary considerations," such as "commercial
success, long felt but unsolved needs, [and] failure of
others." Graham v. John Deere Co., 383 U.S. at 17,
148 USPQ at 467. See also, e.g., In re Piasecki,
745 F.2d 1468, 1473, 223 USPQ 785, 788 (Fed. Cir.
1984) (commercial success). Rebuttal evidence may
also include evidence that the claimed invention
yields unexpectedly improved properties or properties
not present in the prior art. Rebuttal evidence may
consist of a showing that the claimed compound pos
sesses unexpected properties. Dillon, 919 F.2d at 692
93, 16 USPQ2d at 1901. A showing of unexpected
results must be based on evidence, not argument or
speculation. In re Mayne, 104 F.3d 1339, 1343-44,
41 USPQ2d 1451, 1455-56 (Fed. Cir. 1997) (conclu
sory statements that claimed compound possesses
unusually low immune response or unexpected bio
logical activity that is unsupported by comparative
data held insufficient to overcome prima facie case of
obviousness). Rebuttal evidence may include evi
dence that the claimed invention was copied by oth
ers. See, e.g., In re GPAC, 57 F.3d 1573, 1580,
35 USPQ2d 1116, 1121 (Fed. Cir. 1995); Hybritech
Inc. v. Monoclonal Antibodies, 802 F.2d 1367, 1380,
231 USPQ 81, 90 (Fed. Cir. 1986). It may also include
evidence of the state of the art, the level of skill in the
art, and the beliefs of those skilled in the art. See, e.g.,
In re Oelrich, 579 F.2d 86, 91-92,198 USPQ 210,214
(CCPA 1978) (Expert opinions regarding the level of
skill in the art. were probative of the Nonobviousness
of the claimed invention.); Piasecki, 745 F.2d at 1471,
1473-74,223 USPQ at 790 (Evidence of nontechno
logical nature is pertinent to the conclusion of obvi
ousness. The declarations of those skilled in the art
regarding the need for the invention and its reception
by the art were improperly discounted by the Board.);
Beattie, 974 F.2d at 1313, 24 USPQ2d at 1042-4~

(Seven declarations provided by music teachersopin
ing that the art teaches away from the claimed inven
tion must be considered, but were not probative
because they did not contain facts and did not deal
with the specific prior art that was the subject of the
rejection.). For example, rebuttal evidence may
include a showing that the prior art fails to disclose or
render obvious a method for making the compound,
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which would preclude a conclusion of obviousness of
the compound. A conclusion of obviousness requires
that the reference(s) relied upon be enabling in that it
put the public in possession of the claimed invention.
The court in In re Hoeksema, 399 F.2d 269, 274,
158 USPQ596, 601 (CCPA 1968), stated:

Thus, upon careful reconsideration it is o:urviewthat
if theprior art of record fails to discloseor renderobvious
a method for makinga claimed compound,-at the time the"
invention was made,it may notbe legally-concluded that
the. compound itself is· in the possession of the public.
[footnote omitted.j In this context, we saythattheabsence
of a known or obvious process for making the claimed
compounds overcomesa presumption thatthe compounds
are obvious, based' oil close relationships between their
structures and thoseof-prior art compounds.

The Hoeksema court further noted that once a
prima facie case of obviousness is made by thePTO
through citation of references, the. burden is on the
applicant to produce contrary evidence establishing
that the reference being relied on would not en~ble a
skilled artisan to produce the. different compounds
claimed. !d. at 274-75, 158 USPQ at 601. See also
Ashland Oil, Inc. v. Delta Resins & Refractories, Ini:.,
776 F.2d 281, 295, 297, 227 USPQ 657, 666, 667
(Fed. Cir. 1985) (citing Hoeksema for the proposition
above); In re Grose, 592 F.2d 1161, 1168,201 USPQ
57, 63-64 (CCPA 1979) ("One of the assumptions
underlying a prima facie obviousness rejection based
upon a structural relationship between . compounds,
such as adjacent homologs, is that a method disclosed
for producing one would provide those skilled in the
art with a method for producing the other... Failure of
the prior art to disclose or render obvious a method
for making any composition of matter, whether a
compound or a mixture of compounds like a zeolite,
precludes a conclusion that the composition would
have been obvious."). .

Consideration of rebuttal evidence and arguments
requires Office personnel to weigh the profferedevi
dence and arguments. Office 'personnel should avoid
giving evidence no weight, 'except in rare circum
stances. Id. See also Iii re Altbn, 76 F.3d 1168, 1174
75, 37 USPQ2d 1578, 1582-83 (Fed. Cir. 1996). How
ever, to be entitled to substantial weight, the applicant
should establish a nexus between the rebuttal evi
dence and the claimed invention, i.e., objective evi
dence of nonobviousness must be attributable to the
claimed invention. The Federal Circuit has acknowl-

edged that applicant bears the burden of establishing
nexus, stating:

In.the eXparte process of examininga,patent application,
however,the PTOlacks the means or resources to gather
evidence which supports or refutes-the applicant's asser
tion that the sales constitute commercial success. C.f.' Ex
parte Remark, 15 US!'Q2d 1498, 1503 ([R!'AI] 1990)
(evidentiary routine of shifting burdens in civilproceed
inga inappropriate in ex parte prosecution proceedings
because .examiner has no available means for adducing
evidence). Consequently, thePTOmust 'rely upon the
applicant toprovide hard evidence ofcommercial success.

In re Huang, 100 F..3d 135, 139-40,40 USPQ2d 1685,
1689 (Fed. Cir. 1996). See also GPAC, 57 F.3d at
1580, 35 USPQ2d at 1121; In re Paulsen, 30 F.3d
1475, 1482,31 USPQ2d 1671, 1676 (Fed. Cir. 1994)
(Evidence of commercial success of articles not cov
ered by the claims subject to the 35 U.S.c. 103 rejec
tion was not probative of nonobviousness.).
Additionally, the evidence must be reasonably com"
mensurate in scope with the claimed invention. See,
e.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d
1056, 1058 (Fed.Cir. 1990); In re Grasselli, 713 F.2d
731,743, 218 USPQ 769, 777 (Fed,Cir. 1983). In re
Soni, 54 F.3d 746,34 USPQ2d 1684 (Fed. Cir.1995)
does notchange this analysis. In Soni, the Court
declined to consider the Office's argument that the
evidence ofnonobviousness was not commensurate in
scope with the claim because it had uot been raised by
the examiner (54 F.3d at 751, 34 USPQ2d at 1688).

When considering whether proffered evidence is
commensurate in scope with the claimed invention,
Office personnel should not require the applicant to
show unexpected results over the entire range of prop
erties possessed by a cheinical compoundor composi
tion. See, e.g., In re Chupp, 816 F.2d 643, 646,
2 USPQ2d 1437, 1439 (Fed. Cir. 1987). Evidence that
the compound or composition possesses superior and
unexpected properties in one of a spectrnm of com
mon properties can be sufficient to rebut a prima facie
case of obviousness. Id.

For example, a showing of unexpected results for a
single member of a claimed subgenus, or a narrow
portion ofa claimed range would be sufficient to rebut
a prima facie case ofobviousness if a skilled artisan
"could ascertain a trend in the exemplified data that
would allow him toreasonably extend the probative
value thereof." In re Clemens, 622 F.2d 1029, 1036,
206 USPQ 289, 296 (CCPA 1980) (Evidence of the
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unobviousness of a broad range can be proven by a
narrower range when one skilled in the art could
ascertain a trend that would allow him to reasonably
extend the probative value thereof.). But see, Gras
selli, 713 F.2d at 743, 218 USPQ at 778 (evidence of
superior properties for sodium containing composi
tion insufficient to establish the non-obviousness of
broad claims for a catalyst with "an alkali metal"
where it was well known in the catalyst art that differ
ent alkali metals were not interchangeable and appli
cant had shown unexpected results only for sodium
containing materials); In re Greenfield, 571 F.2d
1185, 1189, 197 USPQ 227, 230 (CCPA 1978) (evi
dence of superior properties in one species insuffi
cient to establish the nonobviousness of a subgenus
containing hundreds of compounds); In re Lindner,
457 F.2d 506, 508, 173 USPQ 356, 358 (CCPA 1972)
(one test not sufficient where there was no adequate
basis for concluding the other claimed compounds
would behave the same way). However, an exemplary
showing may be sufficient to establish a reasonable
correlation between the showing and the entire scope
of the claim, when viewed by a skilled artisan. See;
e.g., Chupp, 816 F.2d at 646,2 USPQ2d at 1439; Cle
mens, 622 F.2d at 1036, 206 USPQ at 296. On the
other hand, evidence of an unexpected property may
not be sufficient regardless of the scope of the show
ing. Usually, a showing of unexpected results is suffi
cient to overcome a prima facie case of obviousness.
See, e.g., In re Albrecht, 514 F.2d 1389, 1396, 185
USPQ 585, 590 (CCPA 1975). However, where the
claims are not limited to a particular use, and where
the prior art provides other motivation to select a par- .
ticular species or subgenus, a showing of a new use
may not be sufficient to confer patentability. See Dil
lon, 919 F.2d at 692, 16 USPQ2d at 1900-01. Accord
ingly, each case should be evaluated individually
based on the totality of the circumstances.

Office personnel should not evaluate rebuttal evi
dence for its "knockdown" value against the prima

facie case, Piasecki, 745 F.2d at 1473, 223 USPQ at
788, or summarily dismiss it as not compelling or
insufficient. If the evidence is deemed insufficient to
rebut the prima facie case of obviousness, Office per
sonnel should specifically set forth the facts and rea
soning that justify this conclusion.

III. RECONSIDER ALL EVIDENCE AND
CLEARLY COMMUNICATE FINDINGS
AND CONCLUSIONS

A determination under 35 U.S.C. 103 should rest
on all the evidence and should not be influenced by
any earlier conclusion. See, e.g., Piasecki, 745 F.2d at
1472-73,223 USPQ at 788; In re Eli Lilly & Co., 902
F.2d 943, 945, 14 USPQ2d 1741, 1743 (Fed. Cir.
1990). Thus, once the applicant has presented rebuttal
evidence, Office personnel should reconsider any ini
tial obviousness determination in view of the entire
record. See, e.g., Piasecki, 745 F.2d at 1472,
223 USPQ at 788; Eli Lilly, 902 F.2d at 945, 14
USPQ2d at 1743. All the proposed rejections and
their bases should be reviewed to confirm their cor
rectness. Only then should any rejection be imposed
in an Office action. The Office action should clearly
communicate the Office's findings and conclusions,
articulating how the conclusions are supported by the
findings. .

Where applicable, the findings should clearly artic
ulate which portions of the reference support any
rejection. Explicit findings on motivation or sugges
tion to select the claimed invention should also be
articulated in order to support a 35 U.S.C. 103 ground
of rejection. Dillon, 919 F.2d at 693, 16 USPQ2d at
1901; In re Mills, 916 F.2d 680, 683, 16 USPQ2d
1430, 1433 (Fed. Cir. 1990). Conclusory statements
of similarity or motivation, without any articulated
rationale or evidentiary support, do not constitute suf
ficient factual findings.
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I. If the closestpriorart is a singlereference disclosinga genus, determine whetherthe claimed
species or subqenus would have beenobviouslo.oneof ordinary skill in the pertinentart at the time

the invention wasmade by performing the followinganalysis...

II. Determine Whether a Prima Facie Case ofObviousness Exists
BaSed on Entire Record Initially Before PTO

A. Consider the Graham Factors

A.4 Determine Whether There Would Have Been Motivation to
Select theClaimed Species or SUbgenus

.

II.A.4.a. IsGenus So No II.A.4,b. AreThere No II.A.4.c. Is There a
SmallThatEach Member Express Teachings That Teaching of Structural
Is Inherently Disclosed? Would Have Motivated the . Similarity?

Selection?

Yes Yes
Yes

. II.A.4.d. AreThere
Teachings of Similar
Properties orUses? ..

..

Yes No No .

II.A.4.e. Is the Art II.A.4.f. Is Ther_Any .
Predictable Such That .

~
OtherTeaching to

. SimilarProperties or SuPPort the Selection
Uses Would beExpected? of the Species or Subgenus?

. Yes
!Yes No

Claim Is Anticipated Claim Would Have Been Prima Facie
Claim WouldHave
Been N6nobvious .

Under§ 102 Obvious Under § 103 Under§ 103
.

II.B Determine Whether Rebuttal Evidence Is
Sufficient to Overcome Prima Facie Case

•I III. Reconsider All Evidence andClearly Communicate Findings andConclusions I

August2001 2100-146



PATENTABILITY 2144.09

2144.09 Close Structural Similarity
Between Chemical Compounds
(Homologs, Analogues, Isomers)

REJECTION BASED ON CLOSE STRUC
TURAL SIMILARITY IS FOUNDED ON THE
EXPECTATION THAT COMPOUNDS SIMILAR
IN STRUCTURE WILL HAVE SIMILAR PROP
ERTIES

A prima facie case of obviousness may be made
when chemical compounds have very close structural
similarities and similar utilities. "An obviousness
rejection based on similarity in chemical structure and
function entails the motivation of one skilled in the art
to make a claimed compound, in the expectation that
compounds similar in :structure will have similar
properties." In re Payne, 606 F.2d 303, 313,
203USPQ 245,254 (CCPA 1979). See In re Papesch,
315 F.2d 381,137 USPQ 43 (CCPA 1963) (discussed
in more detail below) and In re Dillon, 919 F.2d 688,
16 USPQ2d 1897 (Fed. Cir. 1991) (discussed below
and in MPEP § 2144) for an extensive review of the
case law pertaining to obviousness based on close
structural similarity of chemical compounds. See also
MPEP § 2144.08, paragraph II.AA.(c).

HOMOLOGY AND ISOMERISM ARE FACTS
WHICH MUST BE CONSIDERED WITH ALL
OTHER RELEVANT FACTS IN DETERMIN
ING OBVIOUSNESS

Compounds which are position isomers (com
pounds having the same radicals in physically differ
ent positions on the same nucleus) or homologs
(compounds differing regularly by the successive
addition of the same chemical group, e.g., by -CH2

groups) are generally of sufficiently close structural
similarity that there is a presumed expectation that
such compounds possess similar properties. In re
Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 1977).
See also In re May, 574 F.2d 1082, 197 USPQ 601
(CCPA 1978) (stereoisomers prima facie obvious).

Isomers having the same empirical formula but dif
ferent structures are not necessarily considered equiv
alent by chemists skilled in the art and therefore are
not necessarily suggestive of each other. Ex parte
Mowry, 91 USPQ 219 (Bd. App. 1950) (claimed
cyclohexylstyrene not prima facie obvious over prior

art isohexylstyrene). Similarly, homologs which are
far removed from adjacent homologs may not be
expected to have similar properties. In re Mills,
281 F.2d 218, 126 USPQ 513 (CCPA 1960) (prior art
disclosure of Cs to C l2 alkyl sulfates was not suffi
cient to render prima facie obvious claimed C1 alkyl
sulfate).

Homology and isomerism involve close structural
similarity which must be considered with all other rel
evant facts in determining the issue of obviousness. In
re Mills, 281 F.2d 218, 126 USPQ 513 (CCPA 1960);
In re Wiechert, 370 F.2d 927, 152 USPQ 247 (CCPA
1967). Homology should not be automatically
equated with prima facie obviousness because the
claimed invention and the prior art must each be
viewed "as a whole." In re Langer, 465 F.2d 896,
175 USPQ 169 (CCPA 1972) (Claims to a polymer
ization process using a sterically hindered amine were
held unobvious over a similar prior art process
because the prior art disclosed a large number of
unhindered amines and only one sterically hindered
amine (which differed from a claimed amine by 3 car
bon atoms), and therefore the reference as a whole did
not apprise the ordinary artisan of the significance of
hindered aminesas a class.).

PRESENCE OF A TRUE HOMOLOGOUS OR
ISOMERIC RELATIONSHIP IS NOT CON
TROLLING

Prior art structures do not have to be true homologs
or isomers to render structurally similar compounds
prima facie obvious. In rePayne, 606 F.2d 303, 203
USPQ 245 (CCPA 1979) (Claimed and prior art com
pounds were both directed to heterocyclic carbamoy
loximino compounds having pesticidal activity. The
only structural difference between the claimed and
prior art compounds was that the ring structures of the
claimed compounds had two carbon atoms between
two sulfur atoms whereas the prior art ring structures
had either one or three carbon atoms between two sui:
fur atoms. The court held that although the prior art
compounds were not true homologs or isomers of the
claimed compounds, the similarity between the chem
ical structures and properties is sufficiently close that
one of ordinary skill in the art would have been moti
vated to .make the claimed compounds in searching
for new pesticides.).
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See also In re Mayne, 104 F.3d 1339, 41 USPQ2d
1451 (Fed. Cit. 1997) (claimed protein was held to be
obvious in light of structural similarities to the prior
art, including known structural similarity of Ile and
Lev); In re Merck & Co., Inc., 800 F.2d 1091,
231 USPQ 375 (Fed. Cit. 1986) (claimed and prior art
compounds used in a method of treating depression
would have been expected to have similar activity
because the structural difference between the com
pounds involved a known bioisosteric replacement)
(see MPEP § 2144.08; paragraph ILA.4(c) for a more
detailed discussion of the facts in the Mayne and
Merck cases); In re Dillon, 919 F.2d 688, 16 USPQ2d
1897 (Fed. Cir. 1991) (The tri-orthoester fuel compo
sitionsof the prior art and the claimed tetra-orthoester
fuel compositions would have been expected to have
similar properties based on close structural and chem
ical similarity between the orthoesters and the fact
that boththe prior art and applicant used theorthoe
sters as fuel additives.) (See MPEP § 2144 for a more
detailed discussion of the facts in the Dillon case.).

Compare In re Grabiak; 769 F.2d 72,9, 226 USPQ
871 (Fed. Cit. 1985) (substitution of a thioestergroup
for an ester group in an herbicidal safener compound
was not suggested by the prior art); In re Bell,
991 F.2d 781, 26 USPQ2d 1529 (Fed. Cir. 1993) (The
established relationship between a nucleic acid and
the protein it encodes in the genetic code does not ren
der a gene prima facie obvious over its corresponding
protein in the same way that closely related structures
in chemistry may create a prima facie case because
there are a vast number of nucleotide sequences that
might encode for a specific protein as a result of
degeneracy in the genetic code (i.e., the fact thatmost
amino acids are specified by more than one nucleotide
sequence or codon).); In re Deuel, 51 F.3d 1552,
1558-59,34 USPQ2d 1210, 1215 (Fed. Cir. 1995) ("A
prior art disclosure of the amino acid sequence of a
protein does not necessarily render particular DNA
molecules encoding the protein obvious because the
redundancy of the genetic code permits one to
hypothesize an enormous number of DNA sequences
coding for the protein." The existence of a general
method of gene cloning in the prior art is not suffi
cient, without more, to render obvious a particular
cDNA molecule.).

PRESENCE OR ABSENCE OF PRIOR ART
SUGGESTION OF METHOD OF MAKING A
CLAIMED COMPOUND MAY BE RELEVANT
IN DETERMINING PRIMA FACIE OBVIOUS
NESS

"[Tjhe presence-or absence-of a suitably opera
tive, obvious process for making a. composition of
matter may have an ultimate bearing on whether that
composition is obvious-or nonobvious-under
35 U.S.C. 103." In re Maloney, 411 F.2d 1321, 1323,
162 USPQ 98, 100 (CCPA 1969).

"[I]f the prior art of record fails to disclose or ren
der obvious a method for making a claimed com
pound, at the time the invention was made, it may not
be legally concluded thatthe compound itself is in the
possession of the public. In this context, we say that
the absence of a known or obvious process for making
the claimed compounds overcomes a presumption that
the compounds are obvious, based on the close rela
tionships between their structures and those of prior
art compounds." In re Hoeksema, 399 F.2d 269, 274
75,158 USPQ597, 601 (CCPA 1968).

See In re Payne, 606 F.2d 303, 203 USPQ245
(CCPA 1979) for a general discussion of circum
stances under which the prior art suggests methods for
making novel compounds which are of close struc
tural similarity to compounds known in the prim' art.
In the biotechnology arts, the existence of a general
method of gene cloning in the prior art is not suffi
cient, without more, to render obvious a particular
cDNA molecule. In re Deuel, 51 F.3d 1552, 1558,34
USPQ2d 1210, 1215 (Fed. Cit. 1995) ("[T]he exist
ence of a general method of isolating cDNA or DNA
molecules is essentially irrelevant to the question
whether the specific molecules themselves would
have been obvious, in the absence of other prior art
that suggests the claimed DNAs."); In re Bell, 991
F.2d 781, 785, 26 USPQ2d 1529, 1532 (Fed. Cir.
1993). However, it may be proper to apply "method
ology in rejecting product claims under 35 U.S.C.
103, depending on the particular facts of the case, the
manner and context in which methodology applies,
and the overall logic of the rejection." Ex parte Gold
gaber, 41 USPQ2d 1172, 1176 (Bd. Pat. App. & Inter.
1996).
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PRESUMPTION OF OBVIOUSNESS BASED ON
STRUCTURAL SIMILARITY IS OVERCOME
WHERE THERE IS NO REASONABLE EXPEC
TATION OF SIMILAR PROPERTIES

The presumption of obviousness based on a refer
ence disclosing structurally similar compounds may
be overcome where there is evidence showing there is
no reasonable expectation of similar properties in
structurally similar compounds. In re May, 574 F.2d
1082, 197 USPQ 601 (CCPA 1978) (appellant pro
duced sufficient evidenceto establish a substantial de
gree of unpredictability in the pertinent art area, and
thereby rebutted the presumption that structurally
similar compounds have similar properties); In re
Schechter, 205 F.2d 185, 98 USPQ 144 (CCPA 1953).
See also Ex parte Blattner, 2 USPQ2d 2047 (Bd. Pat.
App. & Inter. 1987) (Claims directed to compounds
containing a 7-membered ring were rejected as prima
facie obvious over a reference which taught 5- and 6
membered ring homologs of the claimed compounds.
The Board reversed the rejection because the prior art
taught that the compounds containing a 5-membered
ring possessed the opposite utility of the compounds
containing the 6-membered ring, undermining the ex
aminer's asserted prima facie case arising from an ex
pectation of similar results in the claimed compounds
which contain a 7-membered ring.).

IF PRIOR ART COMPOUNDS HAVE NO UTIL
ITY, OR UTILITY ONLY AS INTERMEDIATES,
CLAIMED STRUCTURALLY SIMILAR COM
POUNDS MAY NOT BE PRIMA FACIE OBVI
OUS OVER THE PRIOR ART

If the prior art does not teach any specific or signif
icant utility for the disclosed compounds, then the
prior art is not sufficient to render structurallysimilar
claims prima facie obvious because there is no moti
vation for one of ordinary skill in the art to make the
reference compounds, much less any structurally
related compounds. In re Stemniski, 444 F.2d581,
170 USPQ 343 (CCPA 1971).

Where structurally similar "prior art compounds
'cannot be regarded as useful' for the sole use dis
closed [by the reference],... a person having ordinary
skill in the art would lack the 'necessary impetus' to
make the claimed compounds." In re Albrecht, 514
F.2d 1389, 1396, 185 USPQ 585, 590 (CCPA 1975)
(prior art reference studied the local anesthetic activ-

ity of various compounds, and taught that compounds
structurally similar to those claimed were irritating to
human skin and therefore "cannot be regarded as use
ful anesthetics." 514 F.2d at 1393, 185 USPQ at 587).

Similarly, if the prior art merely discloses com
pounds as intermediates in the production of a final
product, one of ordinary skill in the art would not
have been motivated to stop the reference synthesis
and investigate the intermediate compounds with an
expectation of arriving at claimed compounds which
have different uses. In re Lalu, 747 F.2d 703,
223 USPQ 1257 (Fed. Cir. 1984).

PRIMA FACIE CASE REBUTTABLE BY EVI
DENCE OF SUPERIOR OR UNEXPECTED RE
SULTS

A primafacie case of obviousness based on struc
tural similarity is rebuttable by proof that the claimed
compounds possess uuexpectedly advautageous or
superior properties. In re Papesch, 315 F.2d 381,
137 USPQ 43 (CCPA 1963) (Affidavit evidence
which showed that claimed triethylated compounds
possessed anti-inflammatory activity whereas prior art
trimethylated compounds cdid not was sufficient to
overcome obviousness rejection based on the homolo
gous relationship between the prior art and claimed
compounds.); In re Wiechert; 370 F.2d 927,
152 USPQ 247 (CCPA 1967) (a 7-fold improvement
of activity over the prior art held sufficient to rebut
prima facie obviousness based on close structural
similarity)..

However, a claimed compound may be obvious
because it was suggested by, or structurally similar to,
a priorart compound even though a particular benefit
of the claimed compound asserted by patentee is not
expressly disclosed in the prior art. It is the differ
ences in fact in their respective properties which are
determinative of nonobviousness, If the prior art com
pound does in fact possess a particular benefit, even
though the benefit is not recognized in the prior art,
applicant's recognition of the benefit is not in itself
sufficient to distinguish the claimed compound from
the prior art. In re Dillon, 919 F.2d 688, 16 USPQ2d
1897 (Fed. Cir. 1991).

See MPEP § 716.02 - § 716.02(g) for a discussion
of evidence alleging unexpectedly advantageous or
superior results.
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2145 Consideration of Applicant's
Rebuttal Arguments

I. ARGUMENT DOES NOT REPLACE EVI
DENCE WHERE EVIDENCE IS NECES
SARY

Attorney argument is uot evidence unless it is an
admission, in which case, an examiner may use the
admission in making a rejection. See MPBP § 2129
and § 2144.03 for a discussion of admissions as prior
art.

The arguments of counsel cannot take the place of
evidence in the record. In re Schulze, 346 F.2d 600,
602, 145 USPQ 716,718 (CCPA1965); In re Geisler,
116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997)
("An assertion of what seems to follow from common
experience is just attorney argument and not the kind
of factual evidence that is required to rebut a prima
facie case of obviousness."). See MPEP § 716.01(c)
for examples of attorney statements which are not evi
dence and which mustbesupported by an appropriate
affidavit or declaration.

n. ARGUING ADDITIONAL ADVANTAGES
OR LATENT PROPERTIES

Prima Facie Obviousness Is Not Rebutted-by Merely
Recognizing Additional Advantages or Latent
Properties Present in the Prior Art

Mere recognition oflatent properties in the prior art
does not render nonobvious an otherwise known
invention. In re Wiseman, 596 F.2d 1019,201 USPQ
658 (CCPA 1979) (Claims were directed to grooved
carbon disc brakes wherein the grooves were provided
to vent steam or vapor during a braking action. A
prior art reference taught noncarbon disc brakes
",hich were grooved for the purpose of cooling the
faces of the braking members and eliminating dust.
The court held the prior art references when combined
would overcome the problems of dust and overheat
ing solved by the prior art andwouldinherently over
Come the steam or vapor cause of the problem. relied
upon for patehtabilityby applicants. Granting a patent
on the discovery of an unknown but inherent function
(here venting steam or vapor) "would remove from
the public that which is in the public domain by virtue
of its inclusion in, or obviousness from, the prior art."
596 F.2d at 1022, 201 USPQ at 661.); In re Baxter

Travenol Labs., 952 F.2d 388, 21 USPQ2d 1281 (Fed.
Cir. 1991) (Appellant argued that the presence of
DEHP as the plasticizer in a blood collection bag
unexpectedly suppressed hemolysis and therefore
rebutted any prima facie showing of obviousness,
however the closest prior art utilizing a DEHP plasti
cized blood collection bag inherently achieved same
result, although this fact was unknown in the prior
art.).

"The fact that appellant has recognized another
advantage which would flow naturally from following
the suggestion of the prior art cannot be the basis for
patentability when the differences would otherwise be
obvious." Ex parte Obiaya, 227 USPQ 58, 60 (Ed.
Pat. App. & Inter. 1985) (The prior art taught combus
tion fluid analyzers which used labyrinth heaters to
maintain the samples at a uniform temperature.
Although appellant showed an unexpectedly shorter
response time was obtained when a labyrinth heater
was employed, the Board held this advantage would
flow naturally from following the suggestion of the
prior art.). See also Lantech Inc. v. Kaufman Co. of
Ohio Inc., 878 F.2d 1446, 12 USPQ2d 1076, 1077
(Fed. Cir. 1989), cert. denied, 493 U.S. 1058 (1990)
(unpublished - not citable as precedent) ("The reci
tation of an additional advantage associated with
doing what the prior art suggests does not lend patent
ability to an otherwise unpatentable invention.").

In re Lintner, 458 F.2d 1013, 173 USPQ 560
(CCPA 1972) and In re Dillon, 919 F.2d 688,
16USPQ2d 189T(Fed. Cir. 1990) discussed inMPEP
§ 2144 are also.pertinent to this issue.

See MPEP § 716.02 - § 716.02(g) for a discussion
of declaratory evidence alleging unexpected results.

1lI. ARGUING THAT PRIOR ART DEVICES
.ARE NOT PHYSICALLY COMBINABLE

"The test for obviousness is not whether the fea
tures of a secondary reference may be bodily incorpo
rated into the structure of the primary reference....
Rather, the test is what the combined teachings of
those references would have suggested to those of
ordinary skill in the art." In re Keller, 642 F.2d 413,
425,208 USPQ 871, 881 (CCPA 1981). See also In re
Sneed, 710 F.2d 1544, 1550, 218 USPQ385, 389
(Fed. Cir. 1983) ("[I]t isnot necessary that the inven
tions of the references be physically combinable to
render obvious the invention under review."); and In
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re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA
1973) ("Combining the teachings of references does
not involve an ability to combine their specific struc
tures.").

However, the claimed combination cannot change
the principle of operation of the primary reference or
render the reference inoperable for its intended pur
pose. See MPEP § 2143.01.

IV. ARGUING AGAINST REFERENCES IN
DIVIDUALLY

One cannot show nonobviousness by attackiug ref
erences individually where the rejections are based on
combinations of references. In re Keller, 642 F.2d
413,208 USPQ 871 (CCPA 1981); In re Merck & Co.,
Inc., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986).

V. ARGUING ABOUT THE NUMBER OF
REFERENCES COMBINED

Reliance on a large number of references in a rejec
tion does not, without more, weigh against the obvi
ousness of the claimed invention. In re Gorman, 933
F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991) (Court
affirmed a rejection of a detailed claim to a candy
sucker shaped like a thumb on a stick based on thir
teen prior art references.).

VI. ARGUING LIMITATIONS WHICH ARE
NOT CLAIMED

Although the claims are interpreted in light of the
specification, limitations from the specification are
not read into the claims. In re Van Geuns, 988 F.2d
1181,26 USPQ2d 1057 (Fed. Cir. 1993) (Claims to a
superconducting magnet which generates a "uniform
magnetic field" were not limited to the degree of mag
netic field uniformity required for Nuclear Magnetic
Resonance (NMR) imaging. Although the specifica
tion disclosed that the claimed magnet may be used in
an NMR apparatus, the claims were not so limited.);
Constant v. Advanced Micro-Devices, Inc., 848 F.2d
1560, 1571-72, 7 USPQ2d 1057, 1064-1065 (Fed.
Cir.), cert. denied, 488 U.S. 892 (1988) (Various limi
tations on which appellant relied were not stated in
the claims; the specification did not provide evidence
indicating these limitations must be read into the
claims to give meaning to the disputed terms.); Ex
parte McCullough, 7 USPQ2d 1889, 1891 (Bd. Pat.
App. & Inter. 1987) (Claimed electrode was rejected

as obvious despite assertions that electrode functions
differently than would be expected when used in.non
aqueous battery since "although the demonstrated
results may be germane to the patentability of a bat
tery containing appellant's electrode, they are not ger
mane to the patentability of the invention claimed on
appeal.").

See MPEP § 2111 - § 2116.01, for additional case
law relevant to claim interpretation.

VII. ARGUING ECONOMIC INFEASffiILITY

Thefact that a combination would not be made by
businessmen for economic reasons does not mean that
a person of ordinary skill in the art would not make.
the combination because of some technological
incompatibility. In re Farrenkopf, 713 F.2d 714,
219 USPQ 1 (Fed. Cir. 1983) (Prior art reference
taught that addition of inhibitors to radioimmunoas
say is the most convenient, but costliest solution to
stability problem. The court held that the additional
expense associated with the addition of inhibitors
would not discourage one of ordinary skill in the art

from seeking the convenience expected therefrom.).

vm. ARGUING ABOUT THE AGE.OF REFER
ENCES

"The mere age of the references is not persuasive of
the unobviousness of the combination of their teach
ings, absent evidence that, notwithstanding knowl
edge of the references, the art tried and failed to solve
the problem." In re Wright, 569 F.2d 1124, 1127, 193
USPQ 332, 335 (CCPA 1977) (100 year old patent
was properly relied upon in a rejection based on a
combination of references.). See also Exparte Meyer,
6 USPQ2d 1966 (Bd. Pat. App. & Inter. 1988) (length
of time between the issuance of prior art patents relied
upon (1920 and 1976) was not persuasive of unobvi
ousness).

IX. ARGUING THAT PRIOR ARTIS NONAN
ALOGOUS

A prior art reference is analogous if the reference is
in the field of applicant's endeavor or, if not, the refer
ence is reasonably pertinent to the particular problem
with which the inventor was concerned; In re Oetiker,
977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 (Fed.
Cir.1992).
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See MPEP § 2I41.01(a) for case law pertaining to
analogous art.

X. ARGUING IMPROPER .RATIONALES
FOR COMBINING REFERENCES

A. Impermissible Hindsight

Applicants may argue that the examiner's conclu
sion of obviousness is based on improper hindsight
reasoning. However, "[a]ny judgement on ?bvious
ness is in a sense necessarily a reconstruction based
on hindsight reasoning, but so long as it takes into
account only knowledge which was within the level
of ordinary .skill in the art at the time the claimed
invention was made and does not include knowledge
gleaned only from applicant's disclosure, such a
reconstruction is proper." In re McLaughlin 443 F.2d
1392, 1395, 170 USPQ 209, 212 (CCPA 1971).

B. Obvious To Try Rationale

An applicant may argue the examineris applying
an improper "obvious to try" rationale in support of
an obviousness rejection.

"The admonition that 'obvious to try' is not the
standard under § 103 has been directed mainly at two
kinds of error. In some cases, what would have been
'obvious to try' would have been to vary all parame
ters or try each of numerous possible choices until one
possibly arrived at a successful result, where the prior
art gave either no indication of' which parameters
were critical or no direction as to which of many pos
sible choices is likely to be successful.... In others,
what was 'obvious to try' was to explore a new tech
nology or general approach that seemed to be a prom
ising field of experimentation, where the prior art
gave only general guidance as to the particular form
of the claimed invention or how to achieve it." In re
O'Farrell, 853 F.2d 894, 9()3, 7 USPQ2d 1673, 1681
(Fed. Cir. 1988) (citations omitted) (The court held
the claimed method would have been obvious over
the prior art relied upon because one reference con
tained a detailed enabling methodology, a suggestion
to modify the prior art to prodnce the claimed inven
tion, and evidence suggesting the modification would
be successful.). See the cases cited in O'Farrell for
examples of decisions where the court discussed an
improper "obvious to try" approach. Seealsoln re Eli
Lilly & Co., 902 F.2d 943,14 USPQ2d 1741 (Fed. Cir.

1990) and In re Ball Corp., 925 F.2d 1480,
18USPQ2d 1491 (Fed. Cir.1991) (unpublished) for
examples of cases where appellants argued that an
improper "obvious to try" standard was applied, but
the court found that there was proper motivation to
modify the references.

C. Lack ofSuggestion To Combine References

As discussed in MPEP § 2143.01, there must be
some suggestion or motivation, either in the refer
ences themselves or in the knowledge generally avail
able to one of ordinary skill in the art, to modify or
combine reference teachings. The Federal Circuit has
produced a number of decisions overturning obvious
ness rejections due toa lack of suggestion in the prior
art ofthe desirability of combining references, as dis
cussed in the aforementioned section.

D. References Teach Away from the Invention or
Render Prior Art Unsatisfactory for Intended
Purpose

In addition to the material below, see MPEP
§ 2141.02 (prior art must be considered in its entirety,
including disclosures that teach away from the
claims) and MPEP § 2143.0 I (proposed modification
cannot render the prior art unsatisfactory for its
intended purpose or change the principle of operation
of a reference).

1. The Nature of the Teaching Is Highly
Relevant

A prior art reference that "teaches away" from the
claimed invention is a significant factor to be consid
ered in determining obviousness; however, "the
nature of the teaching is highly relevant and must be
weighed in SUbstance. A known or obvious composi
tion does not become patentable simply because it has
been described as somewhat inferior to some other
product for the same use." In re Gurley, 27 F.3d 551,
554,31 USPQ2d lBO, 1132 (Fed. Cir. 1994) (Claims
were directed to an epoxy resin based printed circuit
material. A prior art reference disclosed a polyester
imide resin based printed circuit material, and taught
that although epoxy resin based materials have
acceptable stability and some degree of flexibility,
they are inferior to polyester-imide resin based mate
rials. The court held the claims would have been obvi
ous over the prior art because the reference taught
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epoxy resin based material was useful for applicant's
purpose, applicant did not distinguish the claimed
epoxy from the prior art epoxy, and applicant asserted
no discovery beyond what was known to the art.).

2. References Cannot Be Combined Where
Reference Teaches Away from Their Combi
nation

It is improper to combine references where the ref
erences teach away from their combination. In re
Grasselli, 713 F.2d 731, 743, 218 USPQ 769; 779
(Fed. Cir. 1983) (The claimed catalyst which con
tained both iron and an alkali metal was not suggested
by the combination of a reference which tanght the
interchangeability of antimony and alkali metal with
the same beneficial result, combined with a reference
expressly excluding antimony from, and adding iron
to, a catalyst.).

3. Proceeding Contrary to Accepted Wisdom Is
Evidence of Nonbviousness

The totality of the prior art must be considered, and
proceeding contrary to accepted wisdom in the art is
evidence of nonobviousness. In re Hedges, 783 F.2d
1038, 228 USPQ 685 (Fed. Cir. 1986) (Applicant's
claimed process for sulfonating diphenyl sulfone at a
temperature above 127°C was contrary to accepted
wisdom because the prior art as a whole snggested
using lower temperatures for optimum results as evi
denced by charring, decomposition, or reduced yields
at higher temperatures.).

Furthermore, "[k]nown disadvantages in old
devices which would naturally discourage search for
new inventions may be taken into account in deter
mining obviousness." United States v. Adams, 383
U.S. 39, 52, 148 USPQ 479, 484 (1966).

XI. FORM PARAGRAPHS

See MPEP § 707.07(f) for form paragraphs 7.37
through 7.38 which may be used where applicant's
arguments are not persuasive or are moot.

2146 35 U.S.C. 103(c)

35 U.S.c. 103. Conditions of patentability; non-obvious
subject matter.

*****

(c) Subject matter developed by another person, which qual
ifiesas priorart only under one or more subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven
tion were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same per

SOD.

Effective November 29, 1999, 35 U.S.c. 103(c)
provides that subject matter developed by another
which qualifies as "prior art" only under one or more
of subsections 35 U.S.C. 102(e), (f) and (g) is not to
be considered when determining whether an invention
sought to be patented is obvious under 35 U.S.c. 103,
provided the subject matter and the claimed invention
were commonly owned at the time the invention was
made. 35 U.S.C. 103(c) applies only to subject matter
which qualifies as prior art under 35 U.S.c. 103; it
does not affect subject matter which qualifies as prior
art under 35 U.S.C. 102, i.e., anticipatory prior art.
See MPEP § 706.02(1) - § 706.02(1)(3).

2161 Three Separate Requirements for
Specification Under 35 U.S.C.
112, First Paragraph

THE SPECIFICATION MUST INCLUDE A
WRITTEN DESCRIPTION OF THE INVEN
TION, ENABLEMENT, AND BEST MODE OF
CARRYING OUT THE CLAIMED INVENTION

The first paragraph of 35 U.S.C. 112 provides:

The specification shall contain a written description of the
invention, and of the manner and process. of making and
using it, in such fuli, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or
with which it is most nearly connected, to make and use
the same, and shall set forth the best mode contemplated
by the inventor of carrying out his invention. [emphasis
added].

This section of the statute requires that the specifi
cation include the following:

(A) A written description of the invention;

(B) The manner and process of making and using
the invention (the enablement requirement); and

(C) The best mode contemplated by the inventor
of carrying out his invention.
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THE THREE REQUIREMENTS ARE SEPA
RATE AND DISTINCT FROM EACH OTHER

The written description requirement is separate and
distinct from the enablement requirement. In re
Barker, 559 F.2d 588, 194 USPQ 470 (CCPA 1977),
cert. denied, 434 U.S. 1064 (1978); vas-Cath, Inc. v.
Mahurkar, 935 F.2d 1555, 1562, 19 USPQ2d 1111,
1115 (Fed. Cir. 1991) (While acknowledging that
some of its cases concerning the written description
requirement and the enablement requirement are con
fusing, the Federal Circuit reaffirmed that under
35 U.S.C. 112, first paragraph, th~ written description
requirement is separate and distinct from the enable
ment requirement and gave an example thereof.), An
invention may be described without the disclosure
being enabling (e.g., a chemical compound for which
there is no disclosed or apparent method of making),
and a disclosure could be enabling without describing
the invention (e.g., a specification describing a
method of making and using a paint composition
made of functionally defined ingredients within broad
ranges would be enabling for formulations falling
within the description but would not describe any spe
cific formulation). See In re Armbruster, 512 F.2d
676, 677, 185 USPQ 152, 153 (CCPA 1975) ("[AJ
specification which 'describes' does not necessarily
also 'enable' one skilled in the art to make or use the
claimedinvention."). Best mode is a separate and dis
tinct requirement from the enablement requirement.
In re Newton, 414 F.2d 1400, 163 USPQ 34 (CCPA
1969).

2162 Policy Underlying 35 U.S.C. 112,
First Paragraph

To obtain a valid patent, a patent application must
be filed that contains a full and clear disclosure ofthe
invention in the manner prescribed by 35 U.S.C. 112,
first paragraph. The requirement for an adequate dis
closure ensures that the public receives something in
return for the exclusionary rights that are granted to
the inventor by a patent. The grant of a patent helps to
foster and enhance the development and disclosure of
new ideas and the advancement of scientific knowl
edge. Upon the grant of a patent in the U.S., informa
tion contained in the patent becomes a part of the
information available to the public for further research

and development, subject only to the patentee's right
to exclude others during the life of the patent.

In exchange for the patent rights granted, 35 U.S.C.
112, first paragraph, sets forth the minimum.require
ments for the quality and quantity of information that
must be contained in the patent to justify the grant. As
discussed in more detail below, the patentee must dis
close in the patent sufficient information to put the
public in possession of the invention and to enable
those skilled in the art to make and use the invention.
The applicant must not conceal from the public the
best way of practicing the invention that was known
to the patentee at the time of filing the patent applica
tion.Failure to fully comply with the disclosure
requirements could result in the denial of a patent, or
in a holding of invalidity of an issued patent.

2163 Guidelines for the Examination
of Patent Applications Under the
35 U.S.C.112, para. 1, "Written
Description" Requirement

The following Guidelines establish the policies and
procedutes to be followed by Office personnel in the
evaluation of any patent application for compliance
with the written description requirement of 35 U.S.c.
112. These Guidelines are based on the Office's cur
rent understanding of the law and are believed to be
fully consistent with binding precedent of the U.S.
Supreme Court, as well as the U.S. Court of Appeals
for the Federal Circuit and its predecessor courts.

The Guidelines do not constitute substantive rule
making and hence do not have the force and effect of
law. They are designed to assist Office personnel in
analyzing claitued subject tuatter for compliance with
substantive law. Rejections will be based upon the
substantive law, and it is these rejections. which are
appealable. Consequently, any perceived failure by
Office personnel to follow these Guidelines is neither
appealable nor petitionable.

These Guidelines are intended to form part of the
normal examination process. Thus, where Office per
sonnel establish a prima facie case of lack of written
description for a claim, a thorough review of the prior
art and examination on the merits for compliance with
the other statutory requirements, including those of
35 U.S.c. 101, 102, 103, and 112, is to be conducted
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prior to completing an Office action which inclndes a
rejection for lack of written description.

I. GENERAL PRINCIPLES GOVERNING
COMPLIANCE WITH THE "WRITTEN
DESCRIPTION" REQUIREMENT FOR
APPLICATIONS

The first paragraph of 35 U.S.C. 112 requires that
the "specification shall contain. a written description
of the invention * * *." This requirement is separate
and distinct from the enablement requirement. See,
e.g., Vas-Cath, Inc. v. Mahurkar, 935 F2d 1555, 1560,
19 USPQ2d 1111, 1114 (Fed. Cir. 1991). The written
description requirement has several policy objectives,
"[Tjhe 'essential goal' of the description of the inven
tion requirement is to clearly convey the information
that an applicant has invented the subject matter
which is claimed." In re Barker, 559 F2d 588, 592
n.4, 194 USPQ 470, 473 n.4 (CCPA 1977). Another
objective is to pnt the public in possession of what the
applicant claims as the invention. See Regents of the
University of California v. Eli Lilly, 119 F3d 1559,
1566, 43 USPQ2d 1398, 1404 (Fed. Cir. 1997), art.
denied, 523 U.S. 1089 (1998). The written description
requirement of the Patent Act promotes the. progtess
of the useful arts by ensuring that patentees ade
quately describe their inventions in their patent speci
fications in exchange for the right to exclude others
from practicing the invention for the duration of the
patent's term.

To satisfy the written description requirement, a
patent specification must describe the claimed inven
tion in sufficient detail that one skilled in the art can
reasonably conclude that the inventor had possession
of the claimed invention. See, e.g., Vas-Cath, Inc. v.
Mahurkar, 935 F2d at 1563, 19 USPQ2d at 1116.
Much of the written description case law addresses
whether the specification as originally filed supports
claims not originally in the application. The issue
raised in the cases is most often phrased as whether
the original application provides "adequate support"
for the claims at issue or whether the material added
to the specification incorporates "new matter" in vio
lation of 35 U.S.C. 132. The "written description"
question similarly arises in the interference context,
where the issue is whether the specification of one
party to the interference can support the newly added
claims corresponding to .the count at issue, i.e.,

whether that party can "make the claim" correspond
ing to the interference count. See, e.g., Martin v.
Mayer, 823 F2d 500, 503, 3 USPQ2d 1333, 1335
(Fed. Cir. 1987). In addition, early opinions suggest
the Patent and Trademark Office was unwilling to
find written descriptive support when the only
description was found in the claims; however, this
viewpoint was rejected. See In re Koller, 613 F2d
819, 204USPQ 702 (CCPA 1980) (original claims
constitute their own description); accord In re Gard
ner, 475 F2d 1389, 177 USPQ 396 (CCPA 1973);
accord In re Wertheim, 541 F2d 257, 191 USPQ 90
(CCPA 1976). It is now well accepted that a satisfac
tory description may be in the claims or any other por
tion of the originally filed specification. These early
opinions did not address the quality or specificity of
particularity that was required in the description, i.e.,
how much description is enough.

An applicant shows possession of the claimed
invention by describing the claimed invention with all
of .its limitations using such descriptive means as
words, structures, figures, diagrams, and formulas that
fully set forth the claimed invention. Lockwood v.
American Airlines, Inc., 107 F3d 1565, 1572,
41 USPQ2d 1961, 1966 (Fed. Cir. 1997). Possession
may be shown in a variety of ways including descrip
tion of an actual reduction to practice, or by showing
that the invention was "ready for patenting" such as
by the disclosure of drawings or structural chemical
formulas that show that the invention was complete,
or by describing distinguishing identifying character
istics sufficient to show that the applicant was in pos
session of the claimed invention. See, e.g., Pfaff v.
Wells Electronics, Inc., 525 U.S. 55, 68, 119 S.Ct.
304, 312, 48 USPQ2d 1641, 1647 (1998); Eli Lilly,
1I9F3d atl568, 43 USPQ2d at 1406; Amgen, Inc. v.
Chugai Pharmaceutical, 927 F2d 1200, 1206,
18 USPQ2d 1016, 1021 (Fed. Cir. 1991) (one must
define a compound by "whatever characteristics suffi
cientlydistinguish it"). An application specification
may showactual reduction to practice by describing
testing of the claimed invention or, in the case of bio
logical materials, by specifically describing a deposit
made in accordance with 37 CFR 1.801 et seq. See
also Deposit of Biological Materials for Patent Pure
poses, Final Rule, 54 FR 34,864 (August 22, 1989)
("The requirement for a specific identification is con
sistent with the description requirement of the first
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paragraph of 35 U.S.C. 112, and to provide an ante
cedent basis for the biological material which either
has been or will be deposited before the patent is
granted." rd. at 34,876. "Thedescription must be suf
ficient to permit verification that the deposited biolog
ical material is in fact that disclosed. Once the patent
issues, the description must be sufficient to aid in the
resolutiou of questions of infringement."Id. at
34,880.). Such a deposit is uot a substitute for awrit
ten descriptiou of the Claimed invention. The written
description of the deposited material needs to be as
complete as possible because the examination for pat
entability proceeds solely on the basis of the written
description. See, e.g., In re Lundak, 773 F.2d 1216,
227 USPQ 90 (Fed. Cir. 1985). See also 54 FR at
34,880 ("As a geueral rule, the more information that
is provided about a particular deposited biological
material, the better the examiner will be able tocom
pare the identity and characteristics of the deposited
biological material with the prior art.").

A question as to whether a specification provides
an adequate written description may arise in the con
text of an original Claim which is not described suffi
ciently (see, e.g., Eli Lilly, 119 F.3d 1559, 43 USPQ2d
1398), a new or amended Claim wherein a claim limi
tation has been added or removed, or a Claim to enti
tlement of all earlier priority date or effective filing
date under 35 U.S.C. 119, 120, or 365(c). Mosttypi
cally, the issue will arise in the context of determining
whether. new or amended Claims are supportedby the
description of the.invention in theapplication as filed
(see, e.g., In re Wright, 8661'.2d 422,9 USPQ2d 1649
(Fed. Cir. 1989»,whether a Claimed inventionis enti
tled.to the benefit of an earlier priority date oreffec
tivefiling date under 35 U.S.C. 119, 120, or 365(c)
(see, e.g., Tronzo v. Biomet, Inc., 151) F.3d 1154, 47
USPQ2d 1829 (Fed. Cir. 1998); Fiers v, Revel, 984
F.2d 1164, 25 USPQ2d 1601 (Fed. Cir. 1993); In re
Ziegler, 992 F.2d 1197, 1200,26 USPQ2d1600, 1603
(Fed. Cir. 1993», or whether a specification provides
support for a Claim corresponding toa count in an
interference {see, e.g., Fields v. Conover, 443 F.2d
1386, 170 USPQ 276 (CCPA 1971». Compliance
with the written description.requirement isa question
of fact which must be resolved on a case-by-case
basis. Vas-Cath, Inc. v. Mahurkar, 935 F,2d at 1563,
19 U8PQ2d at 1116 (Fed. Cir. 1991).

A. Original Claims

There is a strong presumption that an adequate
written description of the Claimed invention is present
when the application is filed. In re Wertheim, 541 F,2d
257,263, 191 USPQ 90, 97 (CCPA 1976) ("we are of
the opinion that the PTO has the initial burden of pre
senting evidence or reasons why persons skilled in the
art would not recognize in the disclosure a description
of the invention defined by the Claims"). However, as
discussed in paragraph I., supra, the issue of a lack of
adequate written description may arise even for an
original Claim when an aspect of the Claimed inven
tion has not been described with sufficient particular
ity such that one skilled in the art would recognize
that the applicant had possession of the claimed
iuvention. The Claimed iuvention as a whole may not
be adequately described if the Claims require an
essential or critical feature which is not adequately
described in the specification and which is not con
ventional in the art or known to one of ordinary skill
in the art. For example, consider the Claim "A gene
comprising SEQ ID NO:!." A determination of what
the Claim as a whole covers may result in a conclusion
that specific structures such as a promoter, a coding
region.vorother elements are included. Although all
genes encompassed by this claimshare the character
istic of comprising SEQ ID NO:l, there may be insuf
ficient description of those specific structures (e.g.,
promoters, enhancers, coding regions, and other regu
latory elements) which are also included.

The Claimed invention as a whole may not be ade
quately described where an invention is described
solely in terms of a method of its making coupled
with its function and there is no described orart-rec
ognized correlation or relationship between the struc
ture of the 'invention and its function. Abiomolecule
sequence described only by a functionalcharacteris
tic, without any known or disclosed correlation
betweeu that fuuction and the structure of the
sequence, normally is not a sufficient identifying
characteristic for written description purposes, even
wheu accompanied by a method of obtaining the
Claimed sequence. For example, even though a
genetic code table would correlate a known amino
acid sequence with a genus of coding nucleic acids,
the same table cannot predict the native, naturally
occurring nucleic acid sequence of a naturally occur
ring mRNA or its corresponding cDNA.Cf. In re Bell,
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991 F.2d 781, 26 USPQ2d 1529 (Fed. Cir. 1993), and
In re Deuel, 51 F.3d 1552, 34 USPQ2d 1210 (Fed. Cir.
1995) (holding that a process could not render the
prodnct of that process obvions under 35 U.S.C. 103).
The Federal Circuit has pointed out that under United
States law, a description that does not render a
claimed invention obvious cannot sufficiently
describe the invention for the purposes of the written
description requirement of 35 U.S.c. 112. Eli Lilly,
119 F.3d at 1567, 43 USPQ2d at 1405. Compare
Fonar Corp. v. General Electric Co., 107 F.3d 1543,
1549,41 USPQ2d 1801, 1805 (Fed. Cir. 1997) ("As a
general rule, where software constitutes part of a best
mode of carrying out an invention, description of such
a best mode is satisfied by a disclosure of the func
tions of the software. This is because, normally, writ
ing code for such software is within the skill of the art,
not requiring undue experimentation, once its func
tions have been disclosed. • • • Thus, flow charts or
source code listings are not a requirement for ade
quately disclosing the functions of software.").

A lack of adequate. written description issue also
arises if the knowledge and level of skill in the art
would not permit one skilled in the art to immediately
envisage the product claimed from the disclosed pro
cess. See, e.g., Fujikawa v. Wattanasin, 93 F.3d 1559,
1571, 39 USPQ2d 1895, 1905 (Fed. Cir. 1996) (a
"laundry list" disclosure of every possible moiety
does not constitute a written description of every spe
cies in a genus because it would not "reasonably lead"
those skilled in the art to any particular species); In re
Ruschig, 379 F.2d 990, 995, 154 USPQ 118, 123
(CCPA 1967) ("If n-propylamine had been used in
making the compound instead of n-butylamine, the
compound of claim 13 would have resulted. Appel
lants submit to us, as they did to the board, an imagi
nary specific example patterned on specific example 6
by which the above butyl compound is made so that
we can see what a simple change would have resulted
in a specific supporting disclosure being present in the
present specification. The trouble is that there is no
such disclosure, easy though it is to imagine it.")
(emphasis in original); Purdue Pharrna L.P. v. Fauld
ing Inc., 230 F.3d 1320, 1328,56 USPQ2d 1481, 1487
(Fed. Cir. 2000) ("the specification does not clearly
disclose to the skilled artisan that the inventors • • .'
considered the [] ratio to be part of their invention • ~.

'. There is therefore no force to Purdue's argument

that the written description requirement was satisfied
because the disclosure revealed a broad invention
from which the [later-filed] claims carved out a pat
entable portion").

B. New or Amended Claims

The proscription against the introduction of new
matter in a patent application (35 U.S.C. 132 and 251)
serves to prevent an applicant from adding informa
tion that goes beyond the subject matter originally
filed. See In re Rasmussen, 650 F.2d 1212, 1214,211
USPQ 323, 326 (CCPA 1981). See MPEP § 2163.06
through § 2163.07 for a more detailed discussion of
the written description requirement and its relation
ship to new matter. The claims as filed in the original
specification are part of the disclosure and, therefore,
if an application as originally filed contains a claim
disclosing material not found in the remainder of the
specification, the applicant may amend the specifica
tion to include the claimed subject matter. In re
Benno, 768F.2d 1340, 226 USPQ 683 (Fed. Cir.
1985). Thus, the written description requirement pre
vents an applicant from claiming subject matter that
was not adequately described in the specification as
filed. New or amended claims which introduce ele
ments or limitations which are not supported by the
as-filed disclosure violate the written description
requirement. See, e.g., In re Lukach, 442 F.2d 967,
169 USPQ795 (CCPA 1971) (subgenus range was
not supported by generic disclosure and specific
example within the subgenus range); In re Smith,
458 F.2d 1389, 1395, 173 USPQ 679, 683 (CCPA
1972) (a subgenus is not necessarily described by a
genus encompassing it and a species upon which it
reads).

While there is no in haec verba requirement, newly
added claim limitations must be supported in the
specification through express, implicit, or
inherent disclosure. An amendment to correct an
obvious error does not constitute new matter where
one skilled in the art would not only recognize
the existence of the error in the specification, but also
recognize the appropriate correction. In re Oda,
443 F.2d 1200, 170 USPQ 268 (CCPA 1971). With
respect to the correction of sequencing errors in appli
cations disclosing nucleic acid and/or amino acid
sequences, it is well known that sequencing errors are
a common problem in molecular biology. See, e.g.,
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Peter Richterich, Estimation of Errors in 'Raw' DNA
Sequences: A Validation Study, 8 Genome Research
251-59 (1998). If an application as filed includes
sequence information and references a deposit of the
sequenced material made in accordance with the
requirements of 37 CFR 1.801 et seq., amendment
may be permissible. Deposits made after the applica
tion filing date cannot be relied upon to support addi
tions to or correction of information in the application
as filed. Corrections of minor errors in the sequence
may be possible based on the argument that one of
skill in the art would have resequenced the deposited
material and would have immediately recognized the
minor error. Deposits made after the filing date can
only be relied upon to provide support for the correc
tion of sequence information if applicant submits a
statement in compliance with 37 CFR 1.804 stating
that the biological material which is deposited is a
biological material specifically defined in the applica
tion as filed.

Under certain circumstances, omission of a limita
tion can raise an issue regarding whether the inventor
had possession of a broader, more generic invention.
See, e.g., Gentry Gallery, Inc. v. Berkline Corp.,
134 F.3d 1473, 45 USPQ2d 1498 (Fed. Cir. 1998)
(claims to a sectional sofa comprising, inter alia, a
console and a control means were held invalid for
failing to satisfy the written description requirement
where the claims were broadened by removing the
location of the control means.); Johnson Worldwide
Associates v. Zebco Corp., 175 F.3d 985, 993,
50 USPQ2d 1607, 1613 (Fed. Cir. 1999) (In Gentry
Gallery, the "court's determination that the patent dis
closure did not support a broad meaning for the dis"
puted claim terms was premised on clear statements
in the written description that described the location
of a claim element-the 'control means' -vas 'the only
possible location' and that variations were 'outside
the stated pnrpose of the invention.' Gentry Gallery,
134 F.3d at 1479, 45 USPQ2d at 1503. Gentry Gal
lery, then, considers the situation where the patent's
disclosure makes crystal clear that a particular (i.e.,
narrow) understanding of a claim term is an 'essential
element of [the inventor's] invention.'''); Tronzo v.
Biomet, 156 F.3d at 1158-59, 47 USPQ2d at 1833
(Fed. Cir. 1998) (claims to generic cup shape were not
entitled to filing date of parent application which dis
closed "conical cup" in view of the disclosure of the

parent application stating the advantages and impor
tance of the conical shape.). A claim that omits an ele
ment which applicant describes as an essential or
critical feature of the invention originally disclosed
does not comply with the written description require
ment. See Gentry Gallery, 134 F.3d at 1480,
45 USPQ2d at 1503; In re Sus, 306 F.2d 494, 504,
134 USPQ 301, 309 (CCPA 1962) ("[O]ne skilled in
this art would not be taught by the written description
of the invention in the specification that any 'aryl or
substituted aryl radical' would be suitable for the pur
poses of the invention but rather that only certain aryl
radicals and certain specifically substituted aryl radi
cals [i.e., aryl azides] would be suitable for such pur
poses.") (emphasis in original). A claim which omits
matter disclosed to be essential to the invention as
described in the specification or in other statements of
record may also be subject to rejection under
35 U.S.C. 112, para. 1, as not enabling, or under
35 U.S.c. 112, para. 2. See In re Mayhew, 527 F.2d
1229, 188 USPQ 356 (CCPA 1976); In re Venezia,
530 F.2d 956, 189 USPQ 149 (CCPA 1976); and In re
Collier, 397 F.2d 1003, 158 USPQ 266 (CCPA 1968).
See also MPEP § 2172.01.

The fundamental factual inquiry is whether the
specification conveys with reasonable clarity to those
skilled in the art that, as of the filing date sought,
applicant was in possession of the invention as now
claimed. See, e.g., Vas-Cath, Inc., 935 F.2d at 1563
64, 19 USPQ2d at 11l7.

II. METHODOLOGY FOR DETERMINING
ADEQUACY OF WRITTEN DESCRIP
TION

A. Read and Analyze the Specification for
Compliance with 35 U.S.C. 112, para. 1

Office personnel should adhere to the following
procedures when reviewing patent applications for
compliance with the written description requirement
of 35 U.S.c. 112, para. 1. The examiner has the initial
burden, after a thorough reading and evaluation of the
content of the application, of presenting evidence or
reasons why a person skilled in the art would not rec
ognize that the written description of the invention
provides support for the claims. There is a strong pre
sumption that an adequate written description of the
claimed invention is present in the specification as
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filed, Wertheim, 541 F.2d at 262, 191 USPQ at 96;
however, with respect to newly added or amended
claims, applicant should show support in the original
disclosure for the new or amended claims. See MPEP
§ 714.02 and § 2163.06 ("Applicant should * * * spe
cifically point out the support for any amendments
made to the disclosure."); and MPEP § 2163.04 ("If
applicant amends the claims and points out where
and/or how the originally filed disclosure supports the
amendment(s), and the examiner finds that the disclo
sure does not reasonably convey that the inventor had
possession of the subject matter ofthe amendment at
the time of the filing of the application, the examiner
has the initial burden of presenting evidence or rea
soning to explain why persons skilled in the art would
not recognize in the disclosure a description of the
invention defined by the claims."). Consequently,
rejection of an original claim for lack of written
description should be rare. The inquiry into whether
the description reqnirement is met is a question of fact
that must be determined on a case-by-case basis. See
In re Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683
(CCPA 1972) ("Precisely how close [to the claimed
invention] the description must come to comply with
Sec. 112 must be left to case-by-case development.");
In re Wertheim, 541 F.2d at 262, 191 USPQ at 96
(inqniry is primarily factual and depends on the nature
of the invention and the amount of knowledge
imparted to those skilled in the art by the disclosure).

1. For Each Claim, Determine What the Claim
as a Whole Covers

Claim construction is an essential part of the exam
ination process. Each claim must be separately ana
lyzed and given its broadest reasonable interpretation
in light of and consistent with the written description.
See, e.g., In re Morris, 127 F.3d 1048, 1053-54,
44 USPQ2d 1023, 1027 (Fed. Cir. 1997). The entire
claim must be considered, including the preamble lan
guage and the transitional phrase. "Preamble lan
guage" is that language in a claim appearing before
the transitional phase, e.g., before "comprising,"
"consisting essentially of," or "consisting of." The
transitional term "comprising" (and other comparable
terms, e.g., "containing," and "including") is "open
ended" -it covers the expressly recited subject matter,
alone or in combination with unrecited subject matter.
See, e.g., Genentech, Inc. v. Chiron Corp., 112 F.3d

495,501,42 USPQ2d 1608, 1613 (Fed. Cir. 1997) ("
'Comprising' is a term of art used in claim language
which means that the named elements are essential,
but other elements may be added and still form a con
struct within the scope of the claim."); Ex parte
Davis, 80 USPQ 448,450 (Bd. App. 1948) ("compris
ing" leaves the "claim open for the inclusion of
unspecified ingredients even in major amounts"). See
also MPEP § 2111.03. "By using the term 'consisting
essentially of,' the drafter signals that the invention
necessarily includes the listed ingredients and is open
to unlisted ingredients that do not materially affect the
basic and novel properties of the invention. A 'con
sisting essentially of' claim occupies a middle
ground between closed claims that are written in a
'consisting of' format and fully open claims that are
drafted in a 'comprising' format." PPG Industries v.
Guardian Industries, 156 F.3d 1351, 1354, 48
USPQ2d 1351, 1353-54 (Fed. Cir. 1998). For the pur'
poses of searching for and applying prior art under 35
U.S.C. 102 and 103, absent a clear indication in the
specification or claims of what the basic and novel
characteristics actually are, "consisting essentially of'
will be construed as equivalent to "comprising." See,
e.g., PPG, 156 F.3d at 1355, 48 USPQ2d at 1355
("PPG could have defined the scope of the phrase
'consisting essentially of' for purposes of its patent by
making clear in its specification what it regarded as
constituting a material change in the basic and novel
characteristics of the invention."). See also In re Jana
kirama-Rao, 317 F.2d 951,954, 137 USPQ 893, 895
96 (CCPA 1963). If an applicant contends that addi
tional steps or materials in the prior art are excluded
by the recitation of "consisting essentially of," appli
cant has the burden of showing that the introduction
of additional steps or components would materially
change the characteristics of applicant's invention. In
re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA
1964). See also MPEP § 2111.03. The claim asa
whole, including all limitations found in the preamble
(see Pac-Tee Inc. v. Amerace Corp., 903 F,2d 796,
801, 14 USPQ2d 1871, 1876 (Fed. Cir. 1990) (deter
mining that preamble language that constitutes a
structural limitation is actually part of the claimed
invention)), the transitional phrase, and the body of
the claim, must be sufficiently supported to satisfy the
written description requirement. An applicant shows
possession of the claimed invention by describing the
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claimed invention with all of its limitations. Lock
wood, 107 F.3d at 1572, 41 USPQ2d at 1966.

The examiner should evaluate each claim to deter
mine if sufficient structures, acts, or functions are
recited to make clear the scope and meaning of the
claim, including the weight to be given the preamble.
See, e.g., Bell Communications Research, Inc. v.
Vitalink Communications Corp., 55 F.3d 615, 620,
34 USPQ2d 1816, 1820 (Fed. Cir. 1995) ("[AJ claim
preamble has the import that the claim as a whole sug
gests for it."); Corning Glass Works v. Sumitomo Elec.
U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962,
1966 (Fed. Cir. 1989) (The determination of whether
preamble recitations are structural limitations can be
resolved only on review of the entirety of the applica
tion "to gain an understanding of what the inventors
actually invented and intended to encompass by the
claim."). The absence of definitions or details for
well-established terms or procedures should not be
the basis of a rejection under 35 U.S.C. 112, para. 1,
for lack of adequate written description. Limitations
may not, however, be imported into the claims from
the specification.

2. Review the Entire Application to Understand
How Applicant Provides Support for the
Claimed Invention Including Each Element
and/or Step

Prior to determining whether the disclosure satis
fies the written description reqnirement for the
claimed subject matter, the examiner should review
the claims and the entire specification, including the
specific embodiments, figures, and sequence listings,
to understand how applicant provides support for the
various features of the claimed invention. An element
may be critical where those of skill in the art would
require it to determine that applicant was in posses
sion of the invention. Compare Rasmussen, 650 F.2d
at 1215, 211 USPQ at 327 ("one skilled in the art who
read Rasmussen's specification would understand that
it is unimportant how the layers are adhered, so long
as they are adhered") (emphasis in original), with
Amgen, Inc. v. Chugai Pharmaceutical Co., Ltd., 927
F.2d 1200, 1206, 18 USPQ2d 1016, 1021 (Fed. Cir.
1991) ("it is well established in our law that concep
tion of a chemical compound requires that the inven
tor be able to define it so as to distinguish it from
other materials, and to describe how to obtain it").

The analysis of whether the specification complies
with the written description requirement calls for the
examiner to compare the scope of the claim with the
scope of the description to determine whether appli
cant has demonstrated possession of the claimed
invention. Such a review is conducted from the stand
point of one of skill in the art at the time the applica
tion was filed (see, e.g., Wang Labs. v. Toshiba Corp.,
993 F.2d 858, 865, 26 USPQ2d 1767, 1774 (Fed. Cir.
1993)) and should include a determination of the field
of the invention and the level of skill and knowledge
in the art. Generally, there is an inverse correlation
between the level of skill and knowledge in the art
and the specificity of disclosure necessary to satisfy
the written description requirement. Information
which is well known in the art need not be described
in detail in the specification. See, e.g., Hybritech; Inc.
v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1379
80,231 USPQ 81, 90 (Fed. Cir. 1986).

3. Determine Whether There is Sufficient Writ
ten Description to Inform a Skilled Artisan
That Applicant was in Possession of the
Claimed Invention as a Whole at the Time
the Application Was Filed

(a) Original claims

Possession may be shown in many ways. For exam
ple, possession may be shown by describing an actual
reduction to practice of the claimed invention. Posses
sion may also be shown by a clear depiction of the
invention in detailed drawings or in structural chemi
cal formulas which permit a person skilled in the art
to clearly recognize that applicant had possession of
the claimed invention. An adequate written descrip
tion of the invention may be shown by any description
of sufficient, relevant, identifying characteristics so
long as a person skilled in the art would recognize that
the inventor had possession of the claimed invention.
See, e.g., Purdue Pharma L.P. v. Faulding Inc., 230
F.3d 1320, 1323, 56 USPQ2d 1481, 1483 (Fed. Cir.
2000) (the written description "inquiry is a factual one
and must be assessed on a case-by-case basis"); see
also Pfaffv. Wells Electronics, Inc., 55 U.S. at 66, 119
S.Ct. at 311,48 USPQ2d at 1646 ("The word 'inven
tion' must refer to a concept that is complete, rather
than merely one that is 'substantially complete.' It is
true that reduction to practice ordinarily provides the
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best evidence that an invention is complete. But just
because reduction to practice is sufficient evidence of
completion, it does not follow that proof of reduction
to practice is necessary in every case. Indeed, both the
facts of the Telephone Cases and the facts of this case
demonstrate that one can prove that an invention is
complete and ready for patenting before it has actu
ally been reduced to practice.").

A specification may describe an actual reduction to
practice by showing that the iuventor constructed an
embodiment or performed a process that met all the
limitations of the claim and determined that the inven
tion would work for its intended purpose. Cooper v.
Goldfarb, 154 F.3d 1321, 1327, 47 USPQ2d 1896,
1901 (Fed. Cir. 1998). See also UMC Elecs. Co. v.
United States, 816 F.2d 647, 652, 2 USPQ2d 1465,
1468 (Fed. Cir. 1987) ("[T]here cannot be a reduction
to practice of the invention * * * without a physical
embodiment which includes all limitations of the
claim."); Estee Lauder Inc. v. L'Oreal, S.A., 129 F.3d
588, 593, 44 USPQ2d 1610, 1614 (Fed. Cir. 1997)
("[A] reduction to practice does not occur until the
inventor has determined that the invention will work
for its intended purpose."); Mahurkar v. G.R. Bard,
Inc., 79 F.3d 1572, 1578, 38 USPQ2d 1288, 1291
(Fed. Cir. 1996) (determining that the invention will
work for its intended purpose may require testing
depending on the character of the invention and the
problem it solves). Description of an actual reduction
to practice of a biological material may be shown by
specifically describing a deposit made in accordance
with the requirements of 37 CFR 1.801 et seq. See
especially 37 CFR 1.804 and 1.809. See also para
graph I., supra.

An applicant may show possession of an invention
by disclosure of drawings or structural chemical for
mulas that are sufficiently detailed to show that appli
cant was in possession of the claimed invention as a
whole. See, e.g., Vas-Cath, 935 F.2d at 1565,
19 USPQ2d at 1118 ("drawings alone may provide a
'written description' of an invention as required by
Sec. 112\"); In re Wolfensperger, 302F.2d 950, 133
USPQ 537 (CCPA 1962) (the drawings of applicant's
specification provided sufficient written descriptive
support for the claim limitation at issue); Autogiro Co.
of America v. United States, 384 F.2d 391, 398,
155 USPQ 697, 703 (Ct. Cl. 1967) ("In those
instances where a visual representation can flesh out

words, drawings may be used in the same manner and
with the same limitations as the specification."); Eli
Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406 ("In
claims involving chemical materials, generic formu
lae usually indicate with specificity what the generic
claims encompass. One skilled in the art can distin
guish such a formula from others and can identify
many of the species that the claims encompass.
Accordingly, such a formula is normally an adequate
description of the claimed genus."). The description
need only describe in detail that which is new or not
conventional, See Hybritech v. Monoclonal Antibod
ies, 802 F.2d at 1384, 231 USPQ at 94; Fonar Corp. v.
General Electric Co., 107 F.3d at 1549, 41USPQ2d at
1805 (source code description not required). This is
equally true whether the claimed invention is directed
to a product or a process.

An applicant may also show that an invention is
complete by disclosure of sufficiently detailed, rele
vant identifying characteristics which provide evi
dence that applicant was in possession of the claimed
invention, i.e., complete or partial structure, other
physical and/or chemical properties, functional char
acteristics when coupled with a known or disclosed
correlation between function and structure, or some
combination of such characteristics. For example, the
presence of a restriction enzyme map of a gene may
be relevant to a statement that the gene has been iso
lated. One skilled in the art may be able to determine
whether the gene disclosed is the same as or different
from a gene isolated by another by comparing the
restriction enzyme maps. In contrast, evidence that the
gene could be digested with a nuclease would not nor
mally represent a relevant characteristic since any
gene would be digested with a nuclease. Similarly,
isolatiou of an rnRNA and its expression to produce
the protein of interest is strong evidence of possession
of an rnRNA for the protein.

For some biomolecules, examples of identifying
characteristics include a sequence, structure, binding
affinity, binding specificity, molecular weight, and
length. Although structural formulas provide a conve
nient method of demonstrating possession of specific
molecules, other identifying characteristics or combi
nations of characteristics may demonstrate the requi
site possession, For example, unique cleavage by
particular enzymes, isoelectric points of fragments,
detailed restriction enzyme maps, a comparison of
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enzymatic activities, or antibody cross-reactivity may
be sufficient to show possession of the claimed inven
tion to one of skill iu the art. See Lockwood, 107 F.3d
at 1572, 41 USPQ2d at 1966 ("written descriptiou"
requirement may be satisfied by using "such descrip
tive means as words, structures, figures, diagrams,
formulas, etc., that fully set forth the claimed inven
tion"). A definition by function alone "does not suf
fice" to sufficiently describe a coding sequence
"because it is ouly an indication of what the gene
does, rather than what it is." Eli Lilly, 119 F.3 at 1568,
43 USPQ2d at 1406. See also Fiers, 984 F.2d at 1169
71,25 USPQ2d at 1605-06 (discussing Amgen Inc. v.
Chugai Pharmaceutical Co., 927 F.2d 1200,
18 USPQ2d 1016 (Fed. Cir. 1991)).

If a claim limitation invokes 35 U.S.c. 112, para. 6,
it must be interpreted to cover the correspondiug
structure, materials, or acts in the specification and
"equivalents thereof." See 35 U.S.C. 112, para. 6. See
also B. Braun Medical, Inc. v. Abbott Lob., 124 F.3d
1419, 1424,43 USPQ2d 1896, 1899 (Fed. Cir. 1997).
In cousidering whether there is 35 U.S.C. 112,para. 1,
support for a means- (or step) plus-function claim
limitation, the examiner must consider not only the
original disclosure contaiued in the summary and
detailed descriptiou of the inventiou portions of the
specification, but also the original claims, abstract,
and drawiugs. A means- (or step-) plus-function claim
limitation is adequately described under 35 U.S.c.
112, para. 1, if: (1) The written description adequately
links or associates adequately described particular
structure, material, or acts to the fuuctiou recited in a
means- (or step-) plus-function claim limitation; or
(2) it is clear based on the facts of the application that
one skilled in the art would have known what struc
ture, material, or acts perform the function recited in a
means- (or step-) plus-function limitation. Note also:
A rejection under 35 U.S.c. 112, para. 2, "cannot
stand where there is adequate description in the speci
fication to satisfy 35 U.S.c. 112, first paragraph,
regarding means-plus-function recitations that are not,
per se, challenged for being unclear.". In re Noll,
545 F.2d 141, 149, 191 USPQ 721, 727 (CCPA 1976).
See Supplemental Examination Guidelines for Deter
mining the Applicability of 35 U.S.c. 112, para. 6,
65 Fed. Reg. 38510, June 21, 2000. See also MPEP
§ 2181.

What is conventional or well known to one of ordi
nary skill in the art need not be disclosed in detail. See
Hybritech Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d at 1384, 231 USPQ at 94. If a skilled artisan
would have understood the inventor to be in posses
sion of the claimed invention at the time of filing,
even if every nuance of the claims is not explicitly
described in the specification, then the adequate
description requirement is met. See, e.g., Vas-Cath,
935 F.2d at 1563, 19 USPQ2d at 1116; Martin v.
Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395
(CCPA 1972) (stating "the description need not be in
ipsis verbis [i.e., "in the same words"] to be suffi
cient").

A claim which is limited to a single disclosed
embodiment or species is analyzed as a claim drawn
to a single embodiment or species, whereas a claim
which encompasses two or more embodiments or spe
cies within the scope of the claim is analyzed as a
claim drawn to a genus. See also MPEP § 806.04(e).

i) For Each Claim Drawn to a Single Embodi
ment Or Species:

(A) Determine"whether the application describes
an actual reduction to practice of the claimed inven
tion.

(B) If the application does not describe an actual
reduction to practice, determine whether the invention
is complete as evidenced by a reduction to drawings
or structural chemical formulas that are sufficiently
detailed to show that applicant was in possession of
the claimed invention as a whole.

(C) If the application does not describe an actual
reductiou to practice or reductiou to drawings or
structural chemical formula as discussed above, deter
mine whether the iuveution has beeu set forth iu terms
of distiuguishiug ideutifying characteristics as evi
deuced by other descriptions of the iuveutiou that are
sufficiently detailed to show that applicant was in pos
session of the claimed invention.

(1) Determine whether the application as filed
describes the complete structure (or acts of a process)
of the claimed invention as a whole. The complete
structure of a species or embodiment typically satis
fies the requirement that the description be set forth
"in such full, clear, concise, and exact terms" to show
possession of the claimed invention. 35 U.S.c. 112,
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para. 1. Cf. Fields v. Conover, 443 F.2d 1386, 1392,
170 USPQ 276, 280.(CCPA 1971) (finding a lack of
written description becanse the specification lacked
the "full, clear, concise, and exact written description"
whicb is necessary to support the claimed invention).
If a complete structure is disclosed, the written
description requirement is satisfied for that species or
embodiment, and a rejection under 35 U.S.C. 112,
para. 1, for lack of written description must not be
made.

(2) If the application as filed does not disclose
the complete structure (or acts .of a process) of the
claimed invention as a whole, determine whether the
specification discloses other relevant identifying char
acteristics sufficient to describe the claimed invention
in such full, clear, concise, and exact terms that a
skilled artisan would recognize applicant was in pos
session of the claimed invention. For example, if the
art has established a strong correlation between struc
ture and function, one skilled in the art would be able
to predict with a reasonable degree of confidence the
structure of the claimed invention from a recitation of
its function. Thus, the written description requirement
may be satisfied through disclosure of function and
minimal structure when there is a well-established
correlation between structure and function. In con
trast, without such a correlation, the capability to rec
ognize or understand the structure from the mere
recitation of function and minimal structure is highly
unlikely. In this latter case, disclosure of function
alone is little more than a wish for possession; it does
not satisfy the written description requirement. See
Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406 (writ
ten description requirement not satisfied by merely
providing "a result that one might achieve if one made
that invention"); In re Wilder, 736 F.2d 1516, 1521,
222 USPQ 369, 372-73 (Fed. Cir. 1984) (affirming a
rejection for lack of written description because the
specification does "little more than outline goals
appellants hope the claimed invention achieves and
the problems the invention will hopefully amelio
rate"). Compare Fonar, 107 F.3d at 1549, 41 USPQ2d
at 1805 (disclosure of software function adequate in
that art).

Whether the specification shows that applicant was
in possession of the claimed invention is not a single,
simple determination, but rather is a factual determi
nation reached by considering a number of factors,

Factors to be considered in determining whether there
is sufficient evidence of possession include the level
of skill and knowledge in the art, partial structure,
physical and/or chemical properties, functional char
acteristics alone or coupled with a known or disclosed
correlation between structure and function, and the
method of making the claimed invention. Disclosure
of any combination of such identifying characteristics
that distinguish the claimed invention from other
materials and would lead one of skill in the art to the
conclusion that the applicant was in possession of the
claimed species is sufficient. See Eli Lilly, 119 F.3d at
1568,43 USPQ2d at 1406. Patents and printed publi
cations in the art should be relied upon to determine
whether an art is mature and what the level of knowl
edge and skill is in the art. In most technologies which
are mature, and wherein the knowledge and level of
skill in the art is high, a written description question
should not be raised for original claims even if the
specification discloses only a method of making the
invention and the function of the invention. See, e.g.,
In re Hayes Microcomputer Products, Inc. Patent Liti
gation, 982 F.2d 1527, 1534-35, 25 USPQ2d 1241,
1246 (Fed. Cir. 1992) ("One skilled in the art would
know how to program a microprocessor to perform
the necessary steps described in the specification.
Thus, an inventor is not required to describe every
detail of his invention .. An applicant's disclosure obli
gation varies according to the art to which the inven
tion pertains. Disclosing a microprocessor capable of
performing certain functions is sufficient to satisfy the
requirement of section 112, first paragraph, when one
skilled in the relevant art would understand what is
intended and know how to carryit out."). In contrast,
for inventions in emerging and unpredictable technol
ogies, or for inventions characterized by factors not
reasonably predictable which are known to one of
ordinary skill in the art, more evidence is required to
show possession. For example, disclosure of only a
method of making the invention and the function may
not be sufficient to support a product claim other than
a product-by-process claim. See, e.g., Fiers v, Revel,
984 F.2d at 1169, 25 USPQ2d at 1605; Amgen.,
927 F.2d at 1206, 18 USPQ2d at 1021. Where the pro
cess has actually been used to produce the product,
the written description requirement for a product-by
process claim is clearly satisfied; however, the
requirement may not be satisfied where it is not clear
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that the acts set forth in the specification can be per
formed, or that the prodnct is produced by that pro
cess. Furthermore, disclosure of a partial structure
without additional characterization of the product may
not be sufficient to evidence possession of the claimed
invention. See, e.g., Amgen, 927 F.2d at 1206,
18 USPQ2d at 1021 ("A gene is a chemical com
pound, albeit a complex one, and it is well established
in our law that conception of a chemical compound
requires that the inventor be able to define it so as to
distinguish it from other materials, and to describe
how to obtain it. Conception does not occur unless
one has amental picture of the structure of the chemi
cal, or is able to define it by its method of preparation,
its physical or chemical properties, or whatever char
acteristics sufficiently distinguish it. It is not sufficient
to define it solely by its principal biological property,
e.g., encoding human erythropoietin, because an
alleged conception having no more specificity than
that is simply a wish to know the identity of any mate
rial with that biological property. We hold that when
an inventor is unable to envision the detailed constitu
tion of a gene so as to distinguish it from other materi
als, as well as a method for obtaining it, conception
has not been achieved until reduction to practice has
occurred, i.e., until after the gene has been isolated.")
(citations omitted). In such instances the alleged con
ception fails not merely because the field is unpredict
able or because of the general uncertainty surrounding
experimental sciences, but because the conception is
incomplete due to factual uncertainty that undermines
the specificity of the inventor's idea of the invention.
Burroughs WellcomeCo. v. Barr Laboratories Inc.,
40 F.3d 1223, 1229, 32 USPQ2d 1915, 1920 (Fed.
Cir. 1994). Reduction to practice in effect provides the
only evidence to corroborate conception (and there
fore possession) of the invention. Id.

Any claim to a species that does not meet the test
described under at least one of (a), (b), or (c) must be
rejected as lacking adequate written description under
35 U.S.C.112, para. 1.

ii) For each claim drawn to a genus:

The written description requirement for a claimed
genus may be satisfied through sufficient description
of a representative number of species by actual reduc
tion to practice (see i)(A), above), reduction to draw
ings (see i)(B), above), or by disclosure of relevant,

identifying characteristics, i.e., structure or other
physical and/or chemical properties, by functional
characteristics coupled with a known or disclosed cor
relation between function and structure, or by a com
bination of such identifying characteristics, sufficient
to show the applicant was in possession of the
claimed genus (see i)(C), above). See Eli Lilly,
119 F.3d at 1568, 43 USPQ2d at 1406.

A "representative number of species" means that
the species which are adequately described are repre
sentative of the entire genus. Thus, when there is sub
stantial variation within the genus, one must describe
a sufficient variety of species to reflect the variation
within the genus. On the other hand, there may be sit
uations where one species adequately supports a
genus. See, e.g., Rasmussen, 650 F.2d at 1214,
211 USPQ at 326-27 (disclosure of a single method of
adheringly applying one layer to another was suffi
cient to support a generic claim to "adheringly apply
ing" because one skilled in the art reading the
specification would understand that it is unimportant
how the layers are adhered, so long as they are
adhered); In re Herschler, 591 F.2d 693, 697,
200 USPQ 711,714 (CCPA 1979) (disclosure of cor
ticosteroid in DMSO sufficient to support claims
drawn to a method of using a mixture of a "physiolog
ically active steroid" and DMSO because "use of
known chemical compounds in a manner auxiliary to
the invention must have a corresponding written
description only so specific as to lead one having
ordinary skill in the art to that class of compounds.
Occasionally, a functional recitation of those known
compounds in the specification may be sufficient as
that description."); In re Smythe, 480 F.2d 1376, 1383,
178 USPQ 279, 285 (CCPA 1973) (the phrase "air or
other gas which is inert to the liquid" was sufficient to
support a claim to "inert fluid media" because the
description of the properties and functions of the air
or other gas segmentizing medium would suggest to a
person skilled in the art. that appellant's invention
includes the use of "inert fluid" broadly.). However, in
Tronzo v. Biomet, 156 F.3d at 1159, 47 USPQ2d
at1833 (Fed. Cir. 1998), the disclosure of a species in
the parent application did not suffice to provide writ
ten description support for the genus in· the child
application. What constitutes a "representative num
ber" is an inverse function of the skill and knowledge
in the art. Satisfactory disclosure of a "representative
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number" depends on whether one of skill in the art
would recognize that the applicant was in possession
of the necessary common attributes or featnres of the
elements possessed by the members of the genus in
view of the species disclosed. For inventions in an
nnpredictable art, adequate written description of a
genus which embraces widely variant species cannot
be achieved by disclosing only one species within the
genus. See, e.g., Eli Lilly. Description of a representa
tive number of species does not require the descrip
tion to be of such specificity that it would provide
individual support for each species that the genus
embraces. For example, in the molecular biology arts,
if an applicant disclosed an amino acid sequence, it
would be unnecessary to provide an explicit disclo
sure of nucleic acid sequences that encoded the amino
acid sequence. Since the genetic code is widely
known, a disclosure of an amino acid sequence would
provide sufficient information such that one would
accept that an applicant was in possession of the full
genus of nucleic acids encoding a given amino acid
sequence, but not necessarily any particular species.
Cf. In re Bell, 991 F.2d 781, 785, 26 USPQ2d 1529,
1532 (Fed. Cir. 1993) and In re Baird, 16 F.3d 380,
382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994). If a
representative number of adequately described spe
cies are not disclosed for a genus, the claim to that
genus must be rejected as lacking adequate written
description under 35 U.S.C. 112, para. 1.

(b) New Claims, Amended Claims, or Claims
Asserting Entitlement to the Benefit of an
Earlier Priority Date or Filing Date under
35 U.S.C. 119, 120, or 365(c)

The examiner has the initial bnrden of presenting
evidence or reasoning to explain why persons skilled
in the art would not recognize in the original disclo
sure a description of the invention defined by the
claims. See Wertheim, 541 F.2d at 263, 191 USPQ at
97 ("[T]he PTa has the initial burden of presenting
evidence or reasons why persons skilled in the art
would not recognize in the disclosure a description of
the invention defined by the claims."). However,
when filing an amendment an applicant should show
support in the original disclosure for new or amended
claims. See MPEP § 714.02 and § 2163.06 ("Appli
cant should * * * specifically point out the support for
any amendments made to the disclosure.").

To comply with the written description requirement
of 35 U.S.C. 112, para. 1, or to be entitled to an earlier
priority date or filing date under 35 U.S.C. 119, 120,
or 365(c), each claim limitation must be expressly,
implicitly, or inherently supported in the originally
filed disclosure. When an explicit limitation in a claim
"is not present in the written description whose bene
fit is sought it must be shown that a person of ordinary
skill would have understood, at the time the patent
application was filed, that the descriptionrequires that
limitation." Hyatt v. Boone, 146 F.3d 1348, 1353,
47 USPQ2d 1128, 1131 (Fed. Cir. 1998). See also In
re Wright, 866 F.2d 422, 425, 9 USPQ2d 1649, 1651
(Fed. Cir. 1989) (Original specification for method of
forming images using photosensitive microcapsules
which describes removal of microcapsules from sur,
face and warns that capsules not be disturbed prior to
formation of image, unequivocally teaches absence of
permanently fixed microcapsules and supports
amended language of claims requiring that microcap
sules be "not permanently fixed" to underlying sur
face, and therefore meets description requirement of
35 U.S.C. 112.); In re Robins, 429 F.2d 452, 456-57,
166 USPQ 552,555 (CCPA 1970) ("[W]here no
explicit description of a generic invention is to be
found in the specification * * * mention of representa
tive compounds may provide an implicit description
upon which to base generic claim langnage."); In re
Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683
(CCPA 1972) (a subgenus is not necessarily implicitly
described by a genus encompassing it and a species
upon which it reads); In re Robertson, 169 F.3d 743,
745,49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) ("To
establish inherency, the extrinsic evidence 'must
make clear that the missing descriptive matter is nec
essarily present in the thing described in the reference,
and that it would be so recognized by persons of ordi
nary skill. Inherency, however, may not be established
by probabilities or possibilities. The mere fact that a
certain thing may result from a given set of circum"
stances is not sufficient.?') (citations omitted). Fur"
thermore, each claim must include all elements which
applicant has described as essential. See, .e.g.,
Johnson Worldwide Associates Inc. v. Zebco Corp.,
175 F.3d at 993, 50 USPQ2d at 1613; Gentry Gallery,
Inc. v. Berkline Corp., 134 F.3d at 1479, 45 USPQ2d
at 1503; Tronzo v. Biomet, 156 F.3d at 1159,
47 USPQ2d at 1833.
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If the originally Iiled disclosure does uot provide
support for each claim limitatiou, or if au element
which applicant describes as essential or critical is not
claimed, a new or amended claim must be rejected
under 35 U.S.c. 112, para. 1, as lacking adequate
written description, or in the case of a claim for prior
ity under 35 U.S.C. 119, 120, or 365(c), the claim for
priority must be denied.

III. COMPLETE PATENTABILITY DETER
MINATION UNDER ALL STATUTORY
REQUIREMENTS AND CLEARLY COM
MUNICATE FINDINGS, CONCLUSIONS,
AND THEIR BASES

The above only describes how to determine
whether the written description requirement of
35 U.S.c. 112, para. 1, is satisfied. Regardless of the
outcome of that determination, Office personnel must
complete the patentability determination under all the
relevant statutory provisions of title 35 of the U.S.
Code.

Once Office personnel have concluded analysis of
the claimed invention under all the statutory provi
sions, including 35 U.S.C. 101, 112, 102, and 103,
they should review all the proposed rejections and
their bases to confirm their correctness. Only then
should any rejection be imposed in an Office action.
The Office action should clearly communicate the
findings, conclusions, and reasons which support
them. When possible, the Office action should offer
helpful suggestions on how to overcome rejections.

A. For Each Claim Lacking Written Description
Support, Reject the Claim Under 35 U.S.C.
112, para. 1, for Lack ofAdequate Written De
scription

A description as filed is presumed to be adequate,
unless or until sufficient evidence or reasoning to the
contrary has been presented by the examiner to rebut
the presumption. See, e.g., In re Marzocchi, 439 F.2d
220, 224, 169 USPQ 367, 370 (CCPA 1971). The
examiner, therefore, must have a reasonable basis to
challenge the adequacy of the written description. The
examiner has the initial burden of presenting by a pre
ponderance of evidence why a person skilled in the art
would not recognize in an applicant's disclosure a
description of the invention defined by the claims.

Wertheim, 541 F.2d at263, 191 USPQ at 97. In reject
ing a claim, the examiner must set forth express find
ings of fact regarding the above analysis which
support the lack of written description conclusion.
These findings should:

(A) Identify the claim limitation at issue; and

(B) Establish aprimafacie case by providing rea
sons why a person skilled in the art at the time the
application was filed would not have recognized that
the inventor was in possession of the invention as
claimed in view of the disclosure of the application as
filed. A general allegation of "unpredictability in the
art" is not a sufficient reason to support a rejection for
lack of adequate written description.

When appropriate, suggest amendments to the
claims which can be supported by the application's
written description, being mindful of the prohibition
against the addition of new matter in the claims or
description. See Rasmussen, 650 F.2d at 1214,
211 USPQ at 326.

B. Upon Reply by Applicant, Again Determine
the Patentability of the Claimed Invention, In
cluding Whether the Written Description Re
quirement Is Satisfied by Reperforming the
Analysis Described Above in View of the
Whole Record

Upon reply by applicant, before repeating any
rejection under 35 U.S.C. 112, para. 1, for lack of
written description, review the basis for the rejection
in view of the record as a whole, including amend
ments, arguments, and any evidence submitted by
applicant. If the whole record now demonstrates that
the written description requirement is satisfied, do not
repeat the rejection in the next Office action. If the
record still does not demonstrate that the written
description is adequate to support the claim(s), repeat
the rejection under 35 U.S.c. 112, para. 1, fully
respond to applicant's rebuttal arguments, and prop
erly treat any further showings submitted by applicant
in the reply. When a rejection is maintained, any affi
davits relevant to the 112, para. 1, written description
requirement, must be thoroughly analyzed and dis
cussed in the next Office action. See In re Alton,
76 F.3d 1168, 1176, 37 USPQ2d 1578, 1584 (Fed. Cir.
1996).
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2163.01 Support for the Claimed Subject
Matter in Disclosure

A written description requirement issue generally
involves the question of whether the subject matter of
a claim is supported by [conforms to] the disclosure
of an application as filed. If the examiner concludes
that the claimed subject matter is not supported
[described] in an application as filed, this would result
in a rejection of the claim on the ground of a lack of
written description under 35 U.S.C. 112, first para
graph or denial of the benefit of the filing date of a
previously filed application. The claim should not be
rejected or objected to on the ground of new matter.
As framed by the court in In re Rasmussen, 650 F.2d
1212, 211 USPQ 323 (CCPA 1981), the concept of
new matter is properly employed as a basis for objec
tion to amendments to the abstract, specification or
drawings attempting to add new disclosure to that
originally presented. While the test or analysis of
description reqnirement and new matter issues is the
same, the examining procedure and statutory basis for
addressing these issues differ. See MPEP § 2163.06.

2163.02 Standard for Determining
Compliance With the Written
Description Requirement

The courts have described the essential question to
be addressed in a description requirement issue in a
variety of ways. An objective standard for determin
ing compliance with the written description require
ment is, "does the description clearly allow persons of
ordinary skill in the art. to recoguize that he or she
invented what is claimed." In re Gosteli, 872 F.2d
1008, 1012, 10 USPQ2d 1614, 1618 (Fed. Cir. 1989).
Under Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1563-64, 19 USPQ2d 1111, 1117 (Fed. Cir. 1991), to
satisfy the written description requirement, an appli
cant must convey with reasonable clarity to those
skilled in the art that, as of the filing date sought, he or
she was in possession of the invention, and that the
invention, in that context, is whatever is now claimed.
The test for sufficiency of support in a parent applica
tion is whether the disclosure of the application relied
upon "reasonably conveys to the artisan that the
inventor had possession at that time of the later
claimed subject matter." Ralston Purina Co. v. Far
Mar-Co., Inc., 772 F.2d 1570, 1575, 227 USPQ 177,

179 (Fed. Cir. 1985) (quoting In re Kaslow, 707 F.2d
1366, 1375,217 USPQ 1089, 1096 (Fed. Cir. 1983».

Whenever the issue arises, the fundamental factual
inquiry is whether the specification conveys with rea
sonable clarity to those skilled in the art that, as of the
filing date sought, applicant was in possession of the
invention as now claimed. See, e.g., Vas-Cath, Inc. v.
Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d
1111,1117 (Fed. Cir. 1991). An applicant shows pos
session of the claimed invention by describing the
claimed invention with all of its limitations using such
descriptive means as words, structures, figures, dia
grams, and formulas that fully set forth the claimed
invention. Lockwood v. American Airlines, Inc.,
107 F.3d 1565, 1572, 41 USPQ2d 1961, 1966 (Fed.
Cir. 1997). Possession may be shown in a variety of
ways including description of an actual reduction to
practice, or by showing that the invention was "ready
for patenting" such as by the disclosure of drawings
or structural chemical formulas that show that the
invention was complete, or by describing distinguish
ing identifying characteristics sufficient to show that
the applicant was in possession of the claimed inven
tion. See, e.g., Pfaff v. Wells Electronics, Inc., 525
U.S. 55, 68, 119 S.Ct. 304, 312,48 USPQ2d 1641,
1647 (1998); Regents of the University of California
v. Eli Lilly, 119 F.3d 1559, 1568, 43 USPQ2d 1398,
1406 (Fed, Cir. 1997); Amgen, Inc. v. Chugai Phar
maceutical, 927 F.2d 1200, 1206, 18 USPQ2d 1016,
1021 (Fed. Cir. 1991) (one must define a compound
by "whatever characteristics sufficiently distinguish
it"). '

The subject matter of the claim need not be
described literally (i.e., using the same terms or in
haec verba) in order for the disclosure to satisfy the
description requirement. If a claim is amended to
include subject matter, limitations, or terminology not
present in the application as filed, involving a depar
ture from, addition to, or deletion from the disclosure
of the application as filed, the examiner should con
clude that the claimed subject matter is not described
in that application. This conclusion will result in the
rejection of the claims affected under 35 U.S.C.112,
first paragraph - description requirement, or denial of
the benefit of the filing date of a previously filed
application, as appropriate.

See MPEP § 2163 for examination guidelines per
taining to the written description requirement.
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2163.03 Typical Circumstances Where
Adequate Written Description
Issue Arises

A description requirement issue can arise in a num
ber of different circumstances where it must be deter
mined whether the subject matter of a claim is
supported in an application as filed. See MPEP § 2163
for examination guidelines pertaining to the written
description requirement. While a question as to
whether a specification provides an adequate written
description may arise in the context of an original
claim which is not described sufficiently (see, e.g.,
Regents of the University of California v. Eli Lilly,
119 F.3d 1559, 43 USPQ2d 1398 (Fed. Cir. 1997)),
there is a strong presumption that an adequate written
description of the claimed invention is present in the
specification as filed. In re Wertheim, 541 F.2d 257,
262, 191 USPQ 90, 96 (CCPA 1976). Consequently,
rejection of an original claim for lack of written
description should be rare. Most typically, the issue
will arise in the following circumstances:

I. AMENDMENT AFFECTING A CLAIM

An amendment to the claims or the addition of a
new claim must be supported by the description of the
invention in the application as filed; In re Wright,
866 F.2d 422, 9 USPQ2d 1649 (Fed. Cir. 1989). An
amendment to the specification (e.g., a change in the
definition of a term used both in the specification and
claim) may indirectly affect a claim even though no
actual amendment is made to the claim.

II. RELIANCE ON FILING DATE OF PAR
ENT APPLICATION UNDER 35 U.S.C. 120

Under 35 U.S.c. 120, the claims in a U.S. applica
tion are entitled to the benefit of the filing date of an
earlier filed U.S. application if the subject matter of
the claim is disclosed in the manner provided by
35 U.S.C. 112, first paragraph in the earlier filed
application. See, e.g., Tronzo v. Biomet, Inc., 156 F.3d
1154, 47 USPQ2d 1829 (Fed. Cir. 1998); In re
Scheiber, 587 F.2d 59, 199 USPQ 782 (CCPA 1978).

m. RELIANCE ON PRIORITY UNDER
35 U.S.C. 119

Under 35 U.S.C. 119 (a) or (e), the claims in a U.S.
application are entitled to the benefit of a foreign pri
ority date or the filing date of a provisional applica
tion if the corresponding foreign application or
provisional application supports the claims in the
manner required by 35 U.S.C. 112, first paragraph. In
re Ziegler, 992 F.2d 1197, 1200, 26 USPQ2d 1600,
1603 (Fed. Cir. 1993); Kawai v. Met/esics, 480 F.2d
880, 178 USPQ 158 (CCPA 1973); In re Gosteli, 872
F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

IV. SUPPORT FOR A CLAIM CORRESPOND
ING TO A COUNT IN AN INTERFER
ENCE

In an interference proceeding, the claim corre
sponding to a count must be supported by the specifi
cation in the manner provided by 35 U.S.C. 112, first
paragraph. Fields v. Conover, 443 F.2d 1386, 170
USPQ 276 (CCPA 1971) (A broad generic disclosure
to a class of compounds was not a sufficient written
description of a specific compound within the class.).
Furthermore, when a party to an interference seeks the
benefit of an earlier-filed U.S. patent application, the
earlier application must meet the requirements of
35 U.S.C. 112, first paragraph for the subject matter
of the count. Hyatt v. Boone, 146 F.3d 1348, 1352,
47 USPQ2d 1128, 1130 (Fed. Cir. 1998).

2163.04 Burden on the Examiner with
Regard to the Written
Description Requirement

The inquiry into whether the description require
ment is met must be determined on a case-by-case
basis and is a question of fact. In re Wertheim,
541 F.2d 257,262, 191 USPQ 90, 96 (CCPA 1976). A
description as filed is presumed to be adequate, unless
or until sufficient evidence or reasoning to the con
trary has been presented by the examiner to rebut the
presumption. See, e.g., In re Marzocchi, 439 F.2d 220,
224, 169 USPQ 367, 370 (CCPA 1971). The exam
iner, therefore, must have a reasonable basis to chal
lenge the adequacy of the written description. The
examiner has the initial burden of presenting by a pre
ponderance of evidence why a person skilled in the art
would not recognize in an applicant's disclosure a
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description of the invention defined by the claims.
Wertheim, 541 F.2d at 263, 191 USPQ at 97.

I. STATEMENT OF REJECTION REQUIRE
MENTS

In rejecting a claim, the examiner must set forth
express findings of fact which support the lack of
written description conclusion (see MPEP § 2163 for
examination guidelines pertaining to the written
description requirement). These findings should:

(A) Identify the claim limitation at issue; and
(B) Establish a prima facie case by providing rea

sons why a person skilled in the art at the time the
application was filed would not have recognized. that
the inventor was in possession of the invention as
claimed in view of the disclosure of the application as
filed. A general allegation of "unpredictability in the
art" is not a sufficient reason to support a rejection for
lack of adequate written description. A simple state
ment such as "Applicant has not pointed out where
the new (or amended) claim is supported, nor does
there appear to be a written description of the claim
limitation '__' in the application as filed." may be
sufficient where the claim is a new or amended claim,
the support for the limitation is not apparent, and
applicant has not pointed ont where the limitation is
supported.

When appropriate, suggest amendments to the
claims which can be supported by the application's
written description, being mindful of the prohibition
against the addition of new matter in the claims .or
description. See Rasmussen, 650 F.2d at 1214,
211 USPQ at 326.

II. RESPONSE TO APPLICANT'S REPLY

Upon reply by applicant, before repeating any
rejection nnder 35 U.S.C. 112, para. 1, for lack of
written description, review the basis for the rejection
in view of the record as a whole, including amend
ments, arguments, and any evidence snbmitted by
applicant. If the whole record now demonstrates that
the written description requirement is satisfied, do not
repeat the rejection in the next Office action. If the
record still does not demonstrate that the written
description is adequate to support the claim(s), repeat
the rejection under 35 U.S.C. 112, para. 1, fully
respond to applicant' s rebuttal arguments, and prop-

erly treat any further showings submitted by applicant
in the reply. When a rejection is maintained, any affi
davits relevant to the 35 U.S.C. 112, para. 1, written
description requirement, must be thoroughly analyzed
and discussed in the next Office action. See In re
Alton, 76F.3d 1168, 1176,37 USPQ2d 1578,1584
(Fed. Cir. 1996).

2163.05 Changes to the Scope of Claims

The failure to meet the written description require
ment of 35 U.S.c. 112, first paragraph, commonly
arises when the claims are changed after filing to
either broaden Ornarrow the breadth of the claim lim
itations, or to alter a numerical range limitation or to
use claim language which is not synonymous with the
terminology used in the original disclosure. To com
ply with the written description requirement of
35 U.S.C. 112, para. 1, or to be entitled to an ~llflier

priority date or filing date under 35 U.S.C. 119, 120,
or 365(c), each .claim limitation must be expressly,
implicitly, or inherently supported in the originally
filed disclosure. See MPEP § 2163 for examination
guidelines pertaining to the written description
requirement.

I. BROADENING CLAIM

Omission ofa Limitation

Under certain circumstances, omission of a limita
tion can raise an issue regarding whether the inventor
had possession of a broader, more generic invention.
See, e.g., Gentry Gallery, hie. v. Berkline Corp.,
134 F.3d 1473, 45 USPQ2d 1498 (Fed. Cir. 1998)
(claims to a sectional sofa comprising, inter alia, a
console and a control means were held invalid for
failing to satisfy the written description requirement
where the claims were broadened by removing the
location of the control means.); Johnson Worldwide
Associates v. Zebeo Corp., 175 F.3d 985, 993,
50 USPQ2d 1607, 1613 (Fed. Cir. 1999) (In Gentry
Gallery, the "court's determination that the patent dis"
closure did not support a broad meaning for the dis
puted claim. terms was premised on clear statements
in the written description that described the location
of a claim e1ement--the 'control means' --as 'the only
possible location' and that variations were
'outside the stated purpose of the invention.'
Gentry Gallery, 134 F.3d at 1479, 45 USPQ2d at
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1503. Gentry Gallery, then, considers the situation
where the patent's disclosure makes crystal clear that
a particular (i.e., narrow) understanding of a claim
term is an 'essential element of [the inventor's] inven
tion.' "); Tronzo v. Biomet, 156 F.3d at 1158-59,
47 {fSPQ2d at 1833 (Fed. Cir. 1998) (claims to
generic cup shape were not entitled to filing date of
parent application which disclosed "conical cup" in
view of the disclosure of the parent applicationstating
the advantages and importance of the conical shape.);
In re Wilder, 736 F.2d 1516, 222 USPQ 369 (Fed. Cir.
1984) (reissue claim omitting "in synchronism" limi
tation with respect to scanning means aud indexing
means was not supported by the original patent's dis
closure in such a way as to indicate possession, as of
the original filing date, of that generic invention.).

A claim that omits an element which applicant
describes as an essential or critical feature of the
invention originally disclosed does not comply with
the written description requirement. See Gentry Gal
lery, 134 F.3d at 1480, 45 USPQ2d at 1503; In re Sus,
306 F.2d 494, 504, 134 USPQ 301, 309 (CCPA 1962)
("[O]ne skilled in this art would not be taught by the
written description of the invention in the specifica
tion that any 'aryl or substituted aryl radical' would
be suitable for the purposes of the invention but rather
that only certain aryl radicals and certain specifically
substituted aryl radicals [i.e., aryl azides] would be
suitable for sl1ch purposes.") (emphasis in original).
Compare In re Peters, 723 F.2d 891, 221 USPQ 952
(Fed. Cir. 1983) (In a reissue application, a claim to a
display device was broadened by removing the limita
tions directed to the specific tapered shape of the tips
without violating the written description requirement.
The shape limitation was considered to be unneces
sary since the specification, as filed, did not describe
the tapered shape as essential or critical to the opera
tion or patentability of the claim.). A claim which
omits matter disclosed to be essential to the invention
as described in the specification or in other statements
of record may also be subject to rejection under
35 U.S.C. 112, para. I, as not enabling, or under
35 U.S.c. 112, para. 2. See In re Mayhew, 527 F.2d
1229, 188 USPQ 356 (CCPA 1976); In re Venezia,
530 F.2d 956, 189 USPQ 149 (CCPA 1976); and In re
Collier, 397 F.2d 1003, 158 USPQ 266 (CCPA 1968).
See also MPEP § 2172.01.

Addition ofGeneric Claim

The written description requirement for a claimed
genus may be satisfied through sufficient description
of a representative number of species. A "representa
tive number of species" means that the species which
are adequately described are representative of the
entire genus. Thus, when there is substantial variation
within the genus, one must describe a sufficient vari
ety of species to reflect the variation within the genus.
On the other hand, there may be situations where one
species adequately supports a genus. See, e.g., In re
Rasmussen, 650 F.2d 1212, 1214, 211 USPQ 323,
326-27 (CCPA 1981) (disclosure of a single method
of adheringly applying one layer to another was suffi
cient to support a generic claim to "adheringly apply
ing" because one skilled in the art reading the
specification would understand that it is unimportant
how the layers are adhered, so long as they are
adhered); In re Herschler, 591 F.2d 693, 697,
200 USPQ 711, 714 (CCPA 1979) (disclosure of cor
ticosteriod in DMSO sufficient to support claims
drawn toa method of using a mixture of a "physiolog
ically active steroid" and DMSO because "use of
known chemical compounds in a manner auxiliary to
the invention must have a corresponding written
description only so specific as to lead one having
ordinary skill in the art to that class of compounds.
Occasionally, a functional recitation of those known
compounds in the specification may be sufficient as
that description."); In re Smythe, 480 F.2d 1376, 1383,
178 USPQ 279, 285 (CCPA 1973) (the phrase "air or
other gas which is inert to the liquid" was sufficient to
support a claim to "inert fluid media" because the
description of the properties and functions of the air
or other gas segmentizing medium would suggest to a
person skilled in the art that appellant's invention
includes the use of "inert fluid" broadly.). However, in
Tronzo v. Biomet, 156 F.3d 1154, 1159, 47 USPQ2d
1829, 1833 (Fed. Cir. 1998), the disclosure of a spe
cies in the parent application did not suffice to provide
written description support for the genus in the child
application. Similarly, see In re Gosteli, 872 F.2d
1008, 10 USPQ2d 1614 (Fed. Cir. 1989) (generic and
subgeneric claims in the U.S. application were not
entitled to the benefit of foreign priority where the
foreign application disclosed only two of the
species encompassed by the broad generic claim and
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the subgeneric Markush claim that encompassed 21
compounds).

II. NARROWING OR SUBGENERIC CLAIM

The introduction of claim changes which involve
narrowing the claims by introducing elements or limi
tations which are not supported by the as-filed disclo
sure is a violation of the written description
requirement of 35 U.S.C. 112, first paragraph. See,
e.g., Fujikawa v. Wattanasin, 93 F.3d 1559, 1571,
39 USPQ2d 1895, 1905 (Fed. Cir. 1996) (a "laundry
list" disclosure of every possible moiety does not con
stitute a written descriptiou of every species iu a
genus because it would not "reasonably lead" those
skilled in the art to any particular species); In re Rus
chig, 379 F.2d 990, 995, 154 USPQ 118, 123 (CCPA
1967) ("If n-propylamine had been used in making the
compound instead of n-butylamine, the compound of
claim 13 would have resulted. Appellants submit to
us, as they did to the board, an imaginary specific
example patterned on specific example 6 by which the
above butyl compound is made so that we can see
what a simple change would have resulted in a spe
cific supporting disclosure being present in the
present specification. The trouble is that there is no
such disclosure, easy though it is to imagine it.")
(emphasis in original). In Ex parte Ohshiro,
14 USPQ2d 1750 (Bd. Pat. App. & Inter. 1989), the
Board affirmed the rejection under 35 U.S.C. 112,
first paragraph, of claims to an internal combustion
engine which recited "at least one of said piston and
said cylinder (head) having a recessed channel." The
Board held that the application which disclosed a cyl
inder head with a recessed channel and a piston with
out a recessed channel did not specifically disclose
the "species" of a channeled piston.

While these and other cases find that recitation of
an undisclosed species may violate the description
requirement, a change involving subgeneric terminol
ogy mayor may not be acceptable. Applicant was not
entitled to the benefit of a parent filing date when the
claim was directed to a subgenus (a specified range of
molecular weight ratios) where the parent application
contained a generic disclosure and a specific example
that fell within the recited range because the court
held that subgenus range was not described in the par
ent application. In re Lukach, 442 F.2d 967,
169 USPQ 795 (CCPA 1971). On the other hand, in

Ex parte Sorenson, 3 USPQ2d 1462 (Bd. Pat. App. &
Inter. 1987), the subgeneric language of "aliphatic
carboxylic acid" and "aryl carboxylic acid" did not
violate the written description requirement because
species falling within each subgenus were disclosed
as well as the generic carboxylic acid. See also In re
Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683
(CCPA 1972) ("Whatever may be the viability of an
inductive-deductive approach to arriving at a claimed
subgenus, it cannot be said that such a subgenus is
necessarily described by a genus encompassing it and
a species upon which it reads." (emphasis added».
Each case must be decided on its own facts in terms of
what is reasonably communicated to those skilled in
the art. In re Wilder, 736 F.2d 1516, 1520, 222 USPQ
369,372 (Fed. Cir. 1984).

m. RANGE LIMITATIONS

With respect to changing numerical range limita
tions, the analysis must take into account which
ranges one skilled in the art would consider inherently
supported by the discussion in the original disclosure.
In the decision in In re Wertheim, 541 F.2d 257,
191 USPQ 90 (CCPA 1976), the ranges described in
the original specification included a range of "25%
60%" and specific examples of "36%" and "50%." A
corresponding new claim limitation to "at least 35%"
did not meet the description requirement because the
phrase "at least" had no upper limit and caused the
claim to read literally on embodiments outside the
"25% to 60%" range, however a limitation to
"between 35% and 60%" did meet the description
requirement.

See also Purdue Pharma L.P. v. Faulding Inc.,
230 F.3d 1320, 1328, 56 USPQ2d 1481, 1487 (Fed.
Cir. 2000) ("the specification does not clearly disclose
to the skilled artisan that the inventors * * * consid
ered the [] ratio to be part of their invention * * *.
There is therefore no force to Purdue's argument that
the written description requirement was satisfied
because the disclosure revealed a broad invention
from which the [later-filed] claims carved out a pat
entable portion"). Compare Union Oil of Cal. v.
Atlantic Richfield Co., 208 F.3d 989,997,54 USPQ2d
1227, 1232-33 (Fed. Cir. 2000) (Description in terms
of ranges of chemical properties which work in com
binatiou with ranges of other chemical properties to
produce an automotive gasoline that reduces emis-
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sions was found to provide an adequate written
description even though the exact chemical compo
nents of each combination were not disclosed and the
specification did not disclose any distinct embodi
ments corresponding to any claim at issue. "[T]he
Patent Act and this court's case law require only suffi
cient description to show one of skill in the ... art that
the inventor possessed the claimed invention at the
time of filing.").

2163.06 Relationship of Written
Description Requirement to
New Matter

Lack of written description is an issue that gener
ally arises with respect to the subject matter of a
claim. If an applicant amends or attempts to amend
the abstract, specification or drawings of an applica
tion, an issue of new matter will arise if the content of
the amendment is not described in the application as
filed. Stated another way, information contained in
anyone of the specification, claims or drawings of the
application as filed may be added to any other part of
the application without introducing new matter.

There are two statutory provisions that prohibit the
introduction of new matter: 35 U.S.c. 132 - No
amendment shall introduce new matter into the dis
closure of the invention; and, similarly providing for a
reissue application, 35 U.S.c. 251 - No new matter
shall be introduced into the application for reissue.

I. TREATMENT OF NEW MATTER

If new subject matter is added to the disclosure,
whether it be in the abstract, the specification, or the
drawings, the examiner should object to the introduc
tion of new matter under 35 U.S.C. 132 or 251 as
appropriate, and require applicant to cancel the new
matter. If new matter is added to the claims, the exam
iner should reject the claims under 35 U.S.c. 112, first
paragraph - written description requirement. In re
Rasmussen, 650 F.2d 1212, 211 USPQ 323 (CCPA
1981). The examiner should still consider the subject
matter added to the claim in making rejections based
on prior art since the new matter rejection may be
overcome by applicant.

In an instance in wbich the claims have not been
amended, per se, but the specification has been
amended to add new matter, a rejection of the claims

under 35 U.S.C. 112, first paragraph should be made
whenever any of the claim limitations are affected by
the added material.

When an aIIlendment is filed in reply to an objec
tion or rejection based on 35 U.S.C. 112, first para
graph, a study of the entire application is often
necessary to determine whether or not "new matter" is
involved. Applicant should therefore specifically
point out the support for any amendments made to the
disclosure.

II. REVIEW OF NEW MATTER OBJEC·
TIONS AND/OR REJECTIONS

A rejection of claims is reviewable by the Board of
Patent Appeals and Interferences, whereas an objec
tion and requirement to delete new matter is subject to
supervisory review by petition under 37 CFR 1.181. If
both the claims and specification contain new matter
either directly or indirectly, and there has been both a
rejection and objection by the examiner, the issue
becomes appealable and should not be decided by
petition.

III. CLAIMED SUBJECT MATTER NOT DIS·
CLOSED IN REMAINDER OF SPECIFI·
CATION

The claims as filed in the original specification are
part of the disclosure and therefore, if an application
as originally filed contains a claim disclosing material
not disclosed in the remainder of the specification, the
applicant may amend the specification to include the
claimed subject matter. In re Renno, 768 F.2d 1340,
226 USPQ 683 (Fed. Cir. 1985). Form Paragraph 7.44
may be used where originally claimed subject matter
lacks proper antecedent basis in the specification. See
MPEP § 608.01(0).

2163.07 Amendments to Application
Which Are Supported in
the Original Description

Amendments to an application which are supported
in the original description are NOT new matter.

I. REPHRASING

Mere rephrasing of a passage does not constitute
new matter. Accordingly, a rewording of a
passage where the same meaning remains intact is
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permissible. In re Anderson, 471 F.2d 1237,
176 USPQ 331 (CCPA 1973). The mere inclusion of
dictionary or art recognized definitions known at the
time of filing an application would not be considered
new matter. If there are multiple definitions for a term
and a definition is added to the application, it must be
clear from the application as filed that applicant
intended a particular definition, in order to avoid an
issue of new matter and/or-lack of written description.
See, e.g., Schering Corp. v. Amgen, Inc., 222 F.3d
1347, 1352-53, 55 USPQ2d. 1650, 1654 (Fed. Cir.
2000). In Schering, the original disclosure drawn to
recombinant DNA molecules utilized the term "leuko
cyte interferon." Shortly after the filing date, a scien
tific committee abolished the term in favor of "IFN
(a)," since the latter term more specifically identified
a particular polypeptide and since the committee
found that leukocytes also produced other types of
interferon. The court held that the subsequent amend
ment to the specification and claims substituting the
term "IFN-(a)" for "leukocyte interferon" merely
renamed the invention and did not constitute new
matter. The claims were limited to cover only the
interferon subtype coded for by the inventor's original
deposits.

II. OBVIOUS ERRORS

An amendment to correct an obvious error does not
constitute new matter where one skilled in the art
would not only recognize the existence of error in the
specification, but also the appropriate correctiou. In re
Oda, 443 F.2d 1200, 170 USPQ 268 (CCPA 1971).

Where a non-English foreign priority document
under 35 U.S.C. 119 is of record in the application
file, applicant may not rely on the disclosure of that
document to support correction of an error in the
pending application. Ex parte Bondiou, 132 USPQ
356 (Bd. App. 1961). This prohibition appliesregard
less of the language of the foreign priority documents
because a claim for priority is simply a claim for the
benefit of an earlier filing date for subject matter that
is common to two or more applications, and does not
serve to incorporate the content of the priority docu
ment in the application in which the claim for priority
is made. This prohibition does not apply in a situation
where the original application is in a non-English lan
guage (37 CPR 1.52(d», or where the original appli-

cation explicitly incorporates a non-English language
document by reference.

2163.07(a) InherentFunction, Theory,
or Advantage

By disclosing in a patent application a device that
inherently performs a function or has a property, oper
ates according to a theory or has an advantage, a
patent application necessarily discloses that function,
theory or advantage, even though it says nothing
explicit concerning it. The application may later be
amended to recite the function, theory or advantage
without introducing prohibited new matter. In re Rey
nolds, 443 F.2d 384, 170 USPQ 94 {CCPA 1971);In
re Smythe, 480 F. 2d 1376, 178 USPQ 279 (CCPA
1973). "To establish inherency, the extrinsic evidence.
'must make clear that the missing descriptive matter
is necessarily present in the thing described in the ref
erence, and that it would be so recognized by persons
of ordinary skill. Inherency, however; may not be
established by probabilities or possibilities. The mere
fact that a certain thing may result from a given setof
circumstances is. not sufficient. '" In re Robertson,
169 F.3d.743, 745, 49 USPQ2d 1949, 1950-51 (Fed.
Cir. 1999) (citations omitted).

2163.07(b) Incorporation by Reference

Instead of repeating some information contained in
another document, an application may attempt to
incorporate the content of another document or part
thereof by reference to the document in the text of the
specification. The information incorporated is as
much a part of the application as filed as if the text
was repeated in the application, and should be treated
as part of the text of the application as filed. Replac
ing the identified material incorporated by reference
with the actual text is not new matter. See MPEP
§ 608.0l(P) for Office policy regarding incorporation
by reference.

2164 The Enablement Requirement

The enablement requirement refers to the require
ment of 35 U.S.c. 112, first paragraph that the speci
fication describe how to make and how to use the
invention. The invention that one skilled in the art
must be enabled to make and use is that defined by the
claim(s) of the particular application or patent.
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The purpose of the requirement that the specifica
tion describe the invention in such terms that one
skilled in the art can make and use the claimed inven
tion is to ensure that the invention is communicated to
the interested public in a meaningful way. The infor
mation contained in the disclosure of an application
must be sufficient to inform those skilled in the rele
vant art how to both make and use the claimed inven
tion. Detailed procedures for making and using the
invention may not be necessary if the description of
the invention itself is sufficient to permit those skilled
in the art to make and use the invention. A patent
claim is invalid if it is not supported by an enabling
disclosure.

The enablement requirement of 35 U.S.c. 112, first
paragraph, is separate and distinct from the descrip
tion requirement. Vas-Cath, Inc. v. Mahurkar,
935 F.2d 1555, 1563, 19 USPQ2d Illl, 1ll6-17 (Fed.
Cir, 1991) ("the purpose of the 'written description'
requirement is broader than to merely explain how to
'make and use' "). See also MPEP § 2161. There
fore, the fact that an additional limitation to a claim
may lack descriptive support in the disclosure as orig
inally filed does not necessarily mean that the limita
tion is also not enabled. In other words, the statement
of a new limitation in and of itself may enable one
skilled in the art to make and use the claim containing
that limitation even though that limitation may not be
described in the original disclosure. Consequently,
such limitations must be analyzed for both enable
ment and description using their separate and distinct
criteria.

Furthermore, when the subject matter is not in the
specification portion of the application as filed but is
in the claims, the limitation in and of itself may enable
one skilled in the art to make and use the claim con
taining the limitation. When claimed subject matter is
only presented in the claims and not in the specifica
tion portion of the application, the specification
should be objected to for lacking the requisite support
for the claimed subject matter using Form Paragraph
7.44. See MPEP § 2163.06. This is an objection to
the specification only and enablement issues should
be treated separately.

2164.01 Testof Enablement

Any analysis of whether a particular claim is sup
ported by the disclosure in an application requires a

determination of whether that disclosure, when filed,
containedsufficient information regarding the subject
matter of the claims as to enable one skilled in the
pertinent art to make and use the claimed invention.
The standard for determining whether the specifica
tion meets the enablement requirement was cast in the
Supreme Court decision of Mineral Separation v.
Hyde, 242 U.S. 261,270 (1916) which postured the
question: is the experimentation needed to practice
the invention undue or unreasonable? That standard
is still the one to be applied. In re Wands, 858 F.2d
731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988).
Accordingly, even though the statute does not use the
term "undue experimentation," it has been interpreted
to require that the claimed invention be enabled so
that any person skilled in the art can make and use the
invention without undue experimentation. In re
Wands, 858 F.2d at 737,8 USPQ2d at 1404 (Fed. Cir.
1988). See also United States v. Telectronics, Inc.,
857 F.2d 778, 785, 8 USPQ2d 1217, 1223 (Fed. Cir.
1988) ("The test of enablement is whether one reason
ably skilled in the art could make or use the invention
from the disclosures in the patent coupled with infor
mation known in the art without undue experimenta
tion."). A patent need not teach, and preferably omits,
what is well known in the art. In re Buchner,
929 F.2d 660, 661,18 USPQ2d 1331, 1332 (Fed. Cir.
1991); Hybritech, Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir.
1986), cert. denied, 480 U.S. 947 (1987); and Linde
mann Maschinenfabrik GMBH v. American Hoist &
Derrick Co., 730 F.2d 1452, 1463, 221 USPQ 481,
489 (Fed. Cir. 1984). Determining enablement is a
question of law based on underlying factual findings.
In re Vaeck, 947 F.2d 488, 495, 20 USPQ2d 1438,
1444 (Fed. Cir. 1991); Atlas Powder Co. v. EI. du
Pont de Nemours & Co., 750 F.2d 1569, 1576,
224 USPQ 409, 413 (Fed. Cir. 1984).

UNDUE EXPERIMENTATION

The fact that experimentation may be complex does
not necessarily make it undue, if the art typically
engages in such experimentation. In re Certain Lim
ited-Charge Cell Culture Microcarriers, 221 USPQ
1165, 1174 (Int'! Trade Comm'n 1983), aff'd. sub
nom., Massachusetts Institute of Technology v. A.B.
Fortia, 774 F.2d 1104, 227 USPQ 428 (Fed. Cir.
1985). See also In re Wands, 858 F.2d at 737,
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8 USPQ2d at 1404., The test of enablement is not
whether any experimentation is necessary, but
whether, if experimentation is necessary, it is, undue.
In re Angstadt, 537 F.2d 498, 504, 190 USPQ 214,
219 (CCPA 1976).

2164.01(a) Undue Experimentation
Factors

There are many factors to be considered when
determining whether there is sufficient evidence to
support a determination that a disclosure does not sat
isfy the enablement requirement and whether any nec
essary experimentation is "undue." These factors
include, but are not limited to:

(A) The breadth of the claims;
(B) The nature of the invention;
(C) The state of the prior art;
(D) The level of one of ordinary skill;
(E) The level of predictability in the art;
(F) The amount of direction provided by the

inventor;
(G) The existence of working examples; and
(H) The quantity of experimentation needed to

make or use the invention based on the content of the
disclosure.

In re Wands, 858 F.2d 731, 737,8 USPQ2d 1400,
1404 (Fed. Cir. 1988) (reversing the PTO's determina
tion that claims directed to methods for detection of
hepatitis B surface antigens did not satisfy the enable
ment requirement). In Wands, the court noted that
there was no disagreement as to the facts, but merely a
disagreement as to the interpretation of the data and
the conclusion to be made from the facts. In re Wands,
858 F.2d at 736-40,8 USPQ2d at 1403-07. The Court
held that the specification was enabling with respect
to the claims at issue and found that "there was con
siderable direction and guidance" in the specification;
there was "a high level of skill in the art at the time
the application was filed;" and "all of the methods
needed to practice the invention were well known."
858 F.2d at 740, 8 USPQ2d at 1406. After consider
ing all the factors related to the enablement issue, the
court concluded that "it would not require undue
experimentation to obtain antibodies needed to prac
tice the claimed invention." !d., 8 USPQ2dat 1407.

It is improper to conclude that a disclosure is not
enabling based on an analysis of only one of the

above factors while ignoring one or more of the oth
ers. The examiner's analysis must consider all the evi
dence related to each of these factors, and any
conclusion of nonenablement must be based on the
evidence as a whole. 858 F.2d at 737,740,8 USPQ2d
at 1404, 1407.

A conclusion of lack of enablement means that,
based on the evidence regarding each of the above
factors, the specification, at the time the application
was filed, would not have taught one skilled in the art
how to make and/or use the full scope of the claimed
invention without undue experimentation. In re
Wright, 999 F.2d 1557,1562, 27 USPQ2d 1510,
1513 (Fed. Cir. 1993).

The determination that "undue experimentation"
would have been needed to make and use the claimed
invention is,not a single, simple factual determination.
Rather, itis a conclusion reached by weighing all the
above noted factual considerations. In re Wands,
858 F.2d at 737, 8 USPQ2d at 1404. These factual
considerations are discussed more fully in MPEP
§ 2164.08 (scope or breadth of the claims),
§ 2164.05(a) (nature of the invention and state of the
prior art), § 2164.05(b) (level of one ofordinary skill),
§ 2164.03 (level of predictability in the art and
amount of direction provided by the inventor),
§ 2164.02 (the existence of working examples) and
§ 2164.0q (quantity of experimentation needed to
make or use the invention based on the content of the
disclosure).

2164.01(b) How to Make the
Claimed Invention

As long as the specification discloses at least one
method for making and using the claimed invention
that bears a reasonable correlation to the entire scope
of the claim, then the enablement requirement of
35 U.S.C. 112 is satisfied. In re Fisher, 427 F.2d 833,
839, 166 USPQI8, 24 (CCPA 1970). Failure to dis
close other methods by which the claimed invention
may be made does not render a claim invalid under
35 U.S.C. 112. Spectra-Physics, Inc. v. Coherent, Inc.,
827 F.2d 1524, 1533, 3 USPQ2d 1737, 1743 (Fed.
Cir.), cert. denied, 484 U.S. 954 (1987).

Naturally, for unstable and transitory chemical
intermediates, the "how to make" requirement does
not require that the applicant teach how to make the
claimed product in stable, permanent or isolatable
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form. In re Breslow, 616 F.2d 516, 521, 205 USPQ
221,226 (CCPA 1980).

A key issue that can arise when determining
whether the specification is enabling is whether the
starting materials or apparatus necessary to make the
invention are available. In the biotechnical area, this
is often true when the product or process requires a
particular strain of microorganism and when the
microorganism is available only after extensive
screening.

The Court in In re Ghiron, 442 F.2d 985, 991, 169
USPQ 723, 727 (CCPA 1971), made clear that if the
practice of a method requires a particular apparatus,
the application must provide a sufficient disclosure of
the apparatus if the apparatus is not readily available.
The same can be said if certain chemicals are required
to make a compound or practice a chemical process.
In re Howarth, 654 F.2d 103, 105, 210 USPQ 689,
691 (CCPA 1981).

2164.01(c) How to Use the
Claimed Invention

If a statement of utility in the specification contains
within it a connotation of how to use, and/or the art
recognizes that standard modes of administration are
known and contemplated, 35 U.S:c. 112 is satisfied.
In re Johnson, 282 F.2d 370, 373, 127 USPQ 216, 219
(CCPA 1960); In re Hitchings, 342 F.2d 80, 87,
144 USPQ 637, 643 (CCPA 1965). See also In re
Brana, 51 F.2d 1560,1566, 34 USPQ2d 1437, 1441
(Fed. Cir. 1993).

For example, it is not necessary to specify the dos
age or method of use if it is known to one skilled in
the art that such information could be obtained with
out undue. experimentation. If one skilled in the art,
based on knowledge of compounds having similar
physiological or biological activity, would be able to
discern an appropriate dosage or method of use with
out undue experimentation, this would be sufficient to
satisfy 35 U.S.C. 112, first paragraph. The applicant
need not demonstrate that the invention is completely
safe. See also MPEP § 2107.01 and § 2107.03.

When a compound or composition claim is limited
by a particular use, enablement of that claim should
be evaluated based on that limitation. See In re Vaeck,
947 F.2d 488,495,20 USPQ2d 1438, 1444 (Fed. Cir.
1991) (claiming a chimeric gene capable of being

expressed in any cyanobacterium and thus defining
the claimed gene by its use).

In contrast, when a compound or composition
claim is not limited by a recited use, any enabled use
that would reasonably correlate with the entire scope
of that claim is sufficient to preclude a rejection for
nonenablement based on how to use. If multiple uses
for claimed compounds or compositions are disclosed
in the application, then an enablement rejection must
include an explanation, sufficiently supported by the
evidence, why the specification fails to enable each
disclosed use. In other words, if any use is enabled
when multiple uses are disclosed, the application is
enabling for the claimed invention.

2164.02 Working Example

Compliance with the enablement requirement of
35 U.S.C. 112, first paragraph, does not tum on
whether an example is disclosed. An example may be
"working" or "prophetic." A working example is
based on work actually performed. A prophetic exam
ple describes an embodiment of the invention based
on predicted results rather than work actually con
ducted or results actually achieved.

An applicant need not have actually reduced the
invention to practice prior to filing. In Gould v. Quigg,
822 F.2d 1074, 1078, 3 USPQ 2d 1302, 1304 (Fed.
Cir. 1987), as of Gould's filing date, no person had
built a light amplifier or measured a population inver
sion in a gas discharge. The Court held that "The mere
fact that something has not previously been done
clearly is not, in itself, a sufficient basis for rejecting
all applications purporting to disclose how to do it."
822 F.2d at 1078, 3 USPQ2d at 1304 (quoting In re
Chi/owsky, 229 F.2d 457, 461, 108 USPQ 321, 325
(CCPA 1956».

The specification need not contain an example if
the invention is otherwise disclosed in such manner
that one skilled in the art will be able to practice it
without an undue amount of experimentation. In re
Borkowski, 422 F.2d 904, 908, 164 USPQ 642, 645
(CCPA 1970).

Lack of a working example, however, is a factor to
be considered, especially in a case involving an
unpredictable and undeveloped art. But because only
an enabling disclosure is required, applicant need not
describe all actual embodiments.
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NONE OR ONE WORKING EXAMPLE

When considering the factors relating to a determi
nation of non-enablement, if all the other factors point
toward enablement, then the absence of working
examples will not by itself render the invention non
enabled. In other words, lack of working examples or
lack of evidence that the claimed invention works as
described should never be the sole reason for rejecting
the claimed invention on the grounds of lack of
enablement. A single working example in the specifi
cation for a claimed invention is enough to preclude a
rejection which states that nothing is enabled since at
least that embodiment would be enabled. However, a
rejection stating that enablement is limited to a partic
ular scope may be appropriate.

The presence of only one working example should
never be the sole reason for rejecting claims as being
broader than the enabling disclosure, even though it is
a factor to be considered along with all the other fac
tors. To make a valid rejection, one must evaluate all
the facts and evidence and state why one would not
expect to be able to extrapolate that one example
across the entire scope of the claims.

CORRELATION: IN VITRO/IN VIVO

The issue of "correlation" is related to the issue of
the presence or absence of working examples. "Cor
relation" as used herein refers to the relationship
between in vitro or in vivo animal model assays and a
disclosed or a claimed method of use. An in vitro or
in vivo animal model example in the specification, in
effect, constitutes a "working example" if that exam
ple "correlates" with a disclosed or claimed method
invention. If there is no correlation, then the exam
ples do not constitute "working examples." In this
regard, the issue of "correlation" is also dependent on
the state of the prior art. In other words, if the art is
such that a particular model is recognized as correlat
ing to a specific condition, then it should be accepted
as correlating .unless the examiner has evidence that
the model does not correlate. Even with such evi
dence, the examiner must weigh the evidence for and
against correlation and decide whether one skilled in
the art would accept the model as reasonably correlat
ing to the condition. In re Brana, 51 F.3d 1560, 1566,
34 USPQ2d 1436, 1441 (Fed. Cir. 1995) (reversing
the PTO decision based on finding that in vitro data
did not support in vivo applications).

Since the initial burden is on the examiner to give
reasons for the lack of enablement, the examiner must
also give reasons for a conclusion of lack of correla
tion for an in vitro or in vivo animal model example.
A rigorous or an invariable exact correlation is not
required, as stated in Cross v. Iizuka, 753 F.2d 1040,
1050,224 USPQ 739, 747 (Fed. Cir. 1985):

[B]ased upon the relevant evidence as a whole, there is a
reasonable correlation between the disclosed in vitro util
ity and an in vivo activity, and therefore a rigorous corre
lation is not necessary where the disclosure of
pharmacological activity is reasonable based upon the
probative evidence. (Citations omitted.)

WORKING EXAMPLES AND A CLAIMED GE
NUS

For a claimed genus, representative examples
together with a statement applicable to the genus as a
whole will ordinarily be sufficient if one skilled in the
art (in view of level of skill, state of the art and the
information in the specification) would expect the
claimed genus could be used in that manner without
undue experimentation. Proof of enablement will be
required for other members of the claimed genus only
where adequate reasons are advanced by the examiner
to establish that a person skilled in the art could not
use the genus as a whole without undue experimenta
tion.

2164.03 Relationship of Predictability
of the Art and the Enablement
Requirement

The amount of guidance or direction needed to
enable the invention is inversely related to the amount
of knowledge in the state of the art as well as the pre
dictability in the art. In re Fisher, 427 F.2d 833, 839,
166 USPQ 18, 24 (CCPA 1970). The "amount of
guidance or direction" refers to that information in the
application, as originally filed, that teaches exactly
how to make or use the invention. The more that is
known in the prior art about the nature of the inven
tion, how to make, and how to use the invention, and
the more predictable the art is, the less information
needs to be explicitly stated in the specification. In
contrast, if little is known in the prior art about the
nature of the invention and the art is unpredictable,
the specification would need more detail as to how to
make and use the invention in order to be enabling.
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The "predictability or lack thereof' in the art refers
to the ability of one skilled in the art to extrapolate the
disclosed or known results to the claimed invention.
If one skilled in the art can readily anticipate the effect
of a change within the subject matter to which the
claimed invention pertains, then there is predictability
in the art. On the other hand, if one skilled in the art
cannot readily anticipate the effect of a change within
the subject matter to which that claimed invention
pertains, then there is lack of predictability in the art.
Accordingly, what is known in the art provides evi
dence as to the question of predictability. In particu
lar, the court in In re Marzocchi, 439 F.2d 220, 223
24, 169 USPQ 367, 369-70 (CCPA 1971), stated:

[I]n the field of chemistry generally, there may be
times when the well-known unpredictability of chemical
reactions will alone be enough to create a reasonable
doubt as to the accuracy of a particular broad statement
put forward as enabling support for a claim. This will
especiallybe the case where the statement is, On its face,
contrary to generally accepted scientific principles. Most
often, additional factors, suchas the teachings in pertinent
references, will be available to substantiate any doubts
that the asserted scope of objective enablement is in fact
commensurate with the scope of protection 'sought and to
support any demands based thereon for proof. [Footnote
omitted.]

The scope of the required enablement varies
inversely with the degree of predictability involved,
but even in unpredictable arts, a disclosure of every
operable species is not required. A single embodiment
may provide broad enablement in cases involving pre
dictable factors, such as mechanical or electrical ele
ments. In re Vickers, 141 F.2d 522, 526c27, 61 USPQ
122, 127 (CCPA 1944); In re Cook, 439 F.2d 730,
734, 169 USPQ 298, 301 (CCPA 1971). However, in
applications directed to inventions in arts where the
results are unpredictable, the disclosure of a single
species usually does not provide an adequate basis to
support generic claims. In re Soil, 97 F.2d 623, 624,
38 USPQ 189, 191 (CCPA 1938). In cases involving
unpredictable factors, such as most chemical reactions
and physiological activity, more may be required. In
re Fisher, 427 F.2d 833, 839, 166 USPQ 18, 24
(CCPA 1970) (contrasting mechanical and electrical
elements with chemical reactions and physiological
activity). See also In re Wright, 999 F.2d 1557, 1562,
27 USPQ2d 1510, 1513 (Fed. Cir. 1993); In re Vaeck,
947 F.2d 488, 496, 20 USPQ2d 1438, 1445 (Fed. Cir.

1991). This is because it is not obvious from the disc
closure of one species, what other species will work.

2164.04 Burden on the Examiner Under
he Enablement Requirement

Before any analysis of enablement can occur, it is
necessary for the examiner to construe the claims. For
terms that are not well-known in the art, or for terms
that could have more than one meaning, it is neces
sary that the examiner select the definition that helshe
intends to use when examining the application, based
on hislher understanding of what applicant intends it
to mean, and explicitly set forth the meaning of the
term and the scope of the claim when writing an
Office action. See Genentech v. Wellcome Founda
tion, 29 F.3d 1555, 1563-64,31 USPQ2d 1161, 1167
68 (Fed. Cir. 1994).

In order to make a rejection, the examiner has the
initial burden to establish a reasonable basis to ques
tion the enablement provided for the claimed inven
tion. In re Wright, 999 F.2d 1557, 1562, 27 USPQ2d
1510, 1513 (Fed. Cir. 1993) (examiner must provide a
reasonable explanation as to why the scope of protec
tion provided by a claim is not adequately enabled by
the disclosure). A specification disclosure which con
tains a teaching of the manner and process of making
and using an invention in terms which correspond in
scope to those used in describing and defining the
subject matter sought to be patented must be taken as
being in compliance with theenablement requirement
of 35 U.S.c. 112, first paragraph, unless there is a
reason to doubt the objective truth of the statements
contained therein which must be relied on for
enabling support. Assuming that sufficient reason for
such doubt exists, a rejection for failure to teach how
to make andlor use will be proper on that basis. In re
Marzocchi, 439 F.2d 220, 224, 169 USPQ 367,370
(CCPA 1971). As stated by the court, "it is incumbent
upon the Patent Office, whenever a rejection on this
basis is made, to explain why it doubts the truth or
accuracy of any statement in a supporting disclosure
and to back up assertions of its own with acceptable
evidence or reasoning which is inconsistent with the
contested statement. Otherwise, there would be no
need for the applicant to go to the trouble and expense
of supporting his presumptively accurate disclosure."
439 F.2d at 224, 169 USPQ at 370.
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According to In re Bowen, 492 F.2d 859, 862-63,
181 USPQ 48, 51 (CCPA 1974), the minimal require
ment is for the examiner to give reasons for the uncer
tainty of the enablement. This standard is applicable
even when there is no evidence in the record of opera
bility without undue experimentation beyond the dis
closed embodiments. See also In re Brana, 51 F.3d
1560, 1566, 34 USPQ2d 1436, 1441 (Fed. Cir. 1995)
(citing In re Bundy, 642 F.2d.430, 433, 209 USPQ 48,
51 (CCPA 1981)) (discussed in MPEP § 2164.07
regarding the relationship of the enablement require
ment to the utility requirement of 35 U.S.c. 101).

While the analysis and conclusion of a lack of
enablement are based on the factors discussed in
MPEP § 2164.01(a) and the evidence as a whole, it is
not necessary to discuss each factor in the written
enablement rejection. The language should focus on
those factors, reasons, and evidence that lead the
examiner to conclude that the specification fails to
teach how to make and use the claimed invention
without undue experimentation, or that the scope of
any enablement provided to one skilled in the art is
not commensurate with the scope of protection sought
by the claims. This can be done by making specific
findings of fact, supported by the evidence, and then
drawing conclusions based on these findings of fact.
For example, doubt may arise about enablement
because information is missing about one or more
essential parts or relationships between parts which
one skilled in the art could not develop without undue
experimentation. In such a case, the examiner should
specifically identify what information is missing and
why one skilled in the art could not supply the infor
mation without undue experimentation. See MPEP
§ 2164.06(a). References should be supplied if possi
ble to support a prima facie case of lack of enable
ment, but are not always required. In reMarzocchi,
439 F.2d 220,224, 169 USPQ 367, 370 (CCPA 1971).
However, specific technical reasons are always
required.

In accordance with the principles of compact prose
cution, if an enablement rejection is appropriate, the
first Office action on the merits should present the
best case with all the relevant reasons, issues, and evi
dence so that all such rejections can be withdrawn if
applicant provides appropriate convincing arguments
and/or evidence in rebuttal. Providing the best case in
the first Office action will also allow the second

Office action to be made final should applicant fail to
provide appropriate convincing arguments and/or evi
dence. Citing new references and/or expanding argu
ments in a second Office action could prevent that
Office action from being made final. The principles
of compact prosecution also dictate that if an enable
ment rejection is appropriate and the examiner recog
nizes limitations .that would render the claims
enabled, the examiner should note such limitations to
applicant as early in the prosecution as possible.

In other words, the examiner should alway~ look
for enabled. allowable subject matter and commuui
cate to applicant what that subject matter is at the ear
liest point possible in the prosecution of the
application.

2164.05 Determination of Enablement
Based on Evidence as a Whole

Once the examiner has weighed all the evidence
and established a reasonable basis to question the
enablement provided for the claimed invention, the
burden falls on applicant to present persuasive argu
ments, supported by suitable proofs where necessary,
that one skilled in the art would be able to make and
use the claimed invention using the application as a
guide. In re Brandstadter, 484 F.2d 1395, 1406-07,
179 USPQ 286, 294 (CCPA 1973). The evidence pro
vided by applicant need not be conclusive but merely
convincing to one skilled in the art.

Applicant may submit factual affidavits under 37
CFR 1.132 or cite references to show what one skilled
in the art knewat the time of filing the application. A
declaration or affidavit is, itself, evidence that must be
considered. Theweight to give a declaration or affida
vit will depend upon the amount of factual evidence
the declaration or affidavit contains to support the
conclusion of enablement. In re Buchner, 929 F.2d
660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991)
("expert's opinion on the ultimate legal conclusion
must be supported hy something more than a conclu
sory statement"); cf In re Alton, 76 F.3d 1168, 1174,
37 USPQ2d 1578, 1583 (Fed. Cir. 1996) (declarations
relating to the written description requirement should
have been considered).

Applicant should be encouraged to provide any evi
dence to demonstrate that the disclosure enables the
claimed invention. In chemical and biotechnical
applications, evidence actually submitted to the FDA
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to obtain approval forclinical trials may be snbmitted.
However, considerations made by the FDA for
approving clinical trials are different from those made
by the PrO in determining whether a claim is enabled.
See Scott v. Finney, 34 F,3d 1058, 1063, 32 USPQ2d
1115, 1120 (Fed. Cir. 1994) ("Testing for full safety
and effectiveness of a prosthetic device is more prop
erly left to the [FDA]."). Once that evidence is sub
mitted, it must be weighed with all other evidence
according to the standards set forth above so as to
reach a determination as to whether the disclosure
enables the claimed invention.

To overcome a prima facie case of lack of enable
ment, applicant must demonstrate by argument and/or
evidence that the disclosure, as filed, would have
enabled the claimed invention for one skilled in the
art at the time of filing. This does notpreclude appli
cant from providing a declaration after the filing date
which demonstrates that the claimed invention works.
However, the examiner should carefully compare the
steps, materials, and conditions used in the experi
ments of the declaration with those disclosed in the
application to make sure that they are commensurate
in scope; i.e., that the experiments used the guidance
in the specification as filed and what was well known
to one of skill in die art. Such a showing also must be
commensurate with the scope of the claimed inven
tion, i.e., must bear a reasonable correlation to the
scope of the claimed invention.

The examiner must then weigh all the evidence
before him or her, including the specification and any
new evidence supplied by applicant with the evidence
and/or sound scientific reasoning previously pre
sented in the rejection and decide whether the claimed
invention is enabled. The examiner should never
make the determination based on personal opinion.
The determination should always be based on the
weight of all the evidence.

2164.05(a) Specification Must Be Enabling
as of the Filing Date

Whether the specification would have been
enabling as of the filing date involves consideration of
the nature of the invention, the state of the prior art,
and the level of skill in the art. The initial inquiry is
into the nature of the invention, i.e., the subject matter
to which the claimed invention pertains. The nature of
the invention becomes the backdrop to determine the

state of the art and the level of skill possessed by one
skilled in the art.

The state of the prior art is what one skilled in the
art would have known, at the time the application was
filed, about the subject matter to which the claimed
invention pertains. The relative skill of those in the art
refers to the skill of those in the art in relation to the
subject matter to which the claimed invention pertains
at the time the application was filed. See MPEP
§ 2164.05(b).

The state of the prior art provides evidence for the
degree of predictability in the art and is related to the
amount of direction or guidance needed in the specifi
cation as filed to meet the enablement requirement.
The state of the prior art is also related to the need for
working examples in the specification.

The state of the art for a given technology is not
static in time. It is entirely possible that a disclosure
filed on January 2, 1990, would not have been
enabled. However, if the same disclosure had been
filed on January 2, 1996, it might have enabled the
claims. Therefore, the state of the prior art must be
evaluated for each application based on its filing date.

35 U.S.C. 112 requires the specification to be
enabling only to a person "skilled in the art to which it
pertains, or with which it is most nearly connected."
In general, the pertinent art should be defined in terms
of the problem to be solved rather than in terms of the
technology area, industry, trade, etc. for which the
invention is used.

The specification need not disclose what is well
known to those skilled in the art and preferably omits
that which is well-known to those skilled and already
available to the public. In re Buchner, 929 F,2d 660,
661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991);
Hybritech, Inc. v. Monoclonal Antibodies, Inc.,
802 F,2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir.
1986), cert. denied, 480 U.S. 947 (1987); and Linde
mann Maschinenfobrik GMBH v. American Hoist &
Derrick Co., 730 F,2d 1452, 1463, 221 USPQ 481,
489 (Fed. Cir. 1984).

The state of the art existing at the filing date of the
application is used to determine whether a particular
disclosure is enabling as of the filing date. Publica
tions dated after the filing date providing information
publicly first disclosed after the filing date generally
cannot be used to show what was known at the time of
filing. Inre Gunn, 537 F,2d 1123, 1128, 190 USPQ
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402,405-06 (CCPA 1976); In re Budnick, 537 F.2d
535,538, 190 USPQ 422,424 (CCPA 1976) (In gen
eral, if an applicant seeks to use a patent to prove the
state of the art for the purpose of the enablement
requirement, the patent must have an issue date earlier
than the effective filing date of the application.).
While a later dated publication cannot supplement an
insufficient disclosure in a prior dated application to
make it enabling, applicant can offer the testimony of
an expert based on the publication as evidence of the
level of skill in the art at the time the application was
filed. Gould v. Quigg, 822 F.2d 1074, 1077,
3 USPQ2d 1302, 1304 (Fed. Cir. 1987).

In general, the examiner should not use post-filing
date references to demonstrate that the patent is non
enabling. Exceptions to this rule could occur if a later
dated reference provides evidence of what one skilled
in the art would have known on or before the effective
filing date of the patent application. In re Hogan, 559
F.2d 595, 605, 194 USPQ 527, 537 (CCPA 1977). If
individuals of skill in the art state that a particular
invention is not possible years after the filing date,
that would be evidence that the disclosed invention
was not possible at the time of filing and should be
considered. In In re Wright, 999 F.2d 1557, 1562,27
USPQ2d 1510, 1513-14 (Fed. Cir. 1993) an article
published 5 years after the filing date of the applica
tion adequately supported the examiner's position that
the physiological activity of certain viruses was suffi
ciently unpredictable so that a person skilled in the art
would not have believed that the success with one
virus and one animal could be extrapolated success
fully to all viruses with all living organisms. Claims
not directed to the specific virus and the specific ani
mal were held nonenabled.

2164.05(b) Specification Must Be Enabling
to Persons Skilled in the Art

The relative skill of those in the art refers to the
skill of those in the art in relation to the subject matter
to which the claimed invention pertains at the time the
application was filed. Where different arts are
involved in the invention, the specification is enabling
if it enables persons skilled in each art to carry out the
aspect of the invention applicable to their specialty. In
re Naquin, 398 F.2d 863, 866, 158 USPQ 317, 319
(CCPA 1968).

When an invention, in its different aspects, involves
distinct arts, the specification is enabling if it enables
those skilled in each art, to carry .out the aspect proper
to their specialty. "If two distinct technologies are rel
evant to an invention, then the disclosure will be ade
qnate if a person of ordinary skill in each of the two
technologies could practice the invention from the
disclosures." Technicon Instruments Corp. v. Alpkem
Corp., 664 F. Supp. 1558, 1578, 2 USPQ2d 1729,
1742 (D. Ore. 1986), aff'd in part, vacated in part,
rev'd in part, 837 F. 2d 1097 (Fed. Cir. 1987) (unpub
lished opinion), appeal after remand, 866 F. 2d 417,
9 USPQ 2d 1540 (Fed. Cir. 1989). In Ex parte Zech
nail, 194 USPQ 461 (Bd. App. 1973), the Board
stated "appellants' disclosure must be held sufficient
if it would enable a person skilled in the electronic
computer art, in cooperation with a person skilled in
the fuel injection art, to make and use appellants'
invention." 194 USPQ at 461.

2164.06 Quantity of Experimentation

The quantity of experimentatiou needed to be per
formed by one skilled in the art is only one factor
involved in determiniug whether "undue experimenta
tiou" is required to make and use the invention. "[A]n
extended period of experimentation may not be undue
if the skilled artisan is given sufficient direction or
guidance." In re Colianni, 561 F.2d 220, 224,
195 USPQ 150, 153 (CCPA 1977). "'The test is not
merely quantitative, since a considerable amount Of
experimentation is permissible, if it is merely rontine,
or if the specification in question provides a reason
able amount of guidance with respect to the direction
in which the experimentation should proceed.' " In re
Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404
(Fed. Cir. 1988) (citing In re Angstadt, 537 F.2d 489,
502-04, 190 USPQ 214, 217-19 (CCPA 1976». Time
and expense are merely factors in this consideration
and are not the controlling factors. United States v.
Telectronics Inc., 857 F.2d 778,785,8 USPQ2d 1217,
1223 (Fed. Cir. 1988), cert. denied, 490 U.S. 1046
(1989).

In the chemical arts, the guidance and ease in carry
ing out an assay to achieve the claimed objectives
may be an issue to be considered in determining the
quantity of experimentation needed. For example, if a
very difficult and time consuming assay is needed to
identify a compound within the scope of a claim, then
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this great quantity of experimentation should be con
sidered in the overall analysis. Time and difficulty of
experiments are not determinative if they are merely
routine. Quantity of examples is only one factor that
must be considered before reaching the final conclu
sion that undue experimentation would be required. In
re Wands, 858 F.2d at 737,8 USPQ2d at 1404.

I. EXAMPLE OF REASONABLE EXPERI
MENTATION

In United States v. Telectronics, Inc., 857 F.2d 778,
8 USPQ2d 1217 (Fed. Cir. 1988), cert. denied,
490 U.S. 1046 (1989), the court reversed the findings
of the district court for lack of clear and convincing
proof that undue experimentation was needed. The
court ruled that since one embodiment (stainless steel
electrodes) and the method to determine dose/
response was set forth in the specification, the specifi
cation was enabling. The question of time and
expense of such studies, approximately $50,000 and
6-12 months standing alone, failed to show undue
experimentation.

II. EXAMPLE OF UNREASONABLE EXPER
IMENTATION

In In re Ghiron, 442 F.2d 985, 991-92, 169 USPQ
723, 727-28 (CCPA 1971), functional "block dia
grams" were insufficient to enable a person skilled in
the art to practice the claimed invention with only a
reasonable degree of experimentation because the
claimed invention required a "modification to prior
art overlap computers," and because "many of the
components which appellants i1lustrate as rectangles
in their drawing necessarily are themselves complex
assemblages .... It is common knowledge that many
months or years elapse from the announcement of a
new computer by a manufacturer before the first pro
totype is available. This does not bespeak of a routine
operation but of extensive experimentation and devel
opment work ...."

2164.06(a) Examples of Enablemen
Issues-Missing Information

It is common that doubt arises about enablement
because information is missing about one or more
essential parts or relationships between parts which
one skilled in the art could not develop without undue

experimentation. In such a case, the examiner should
specifically identify what information is missing and
why the missing information is needed to provide
enablement.

I. ELECTRICAL AN}) MECHANICAL DE
VICES OR PROCESSES

For example, a disclosure of an electrical circuit
apparatus, depicted in the drawings by block diagrams
with functional labels, was held to be nonenabling in
In re Gunn, 537 F.2d 1123, 1129, 190 USPQ 402, 406
(CCPA 1976). There was no indication in the specifi
cation' as to whether the parts represented by boxes
were "off the shelf' or must be specifically con
structed or modified for applicant's system. Also there
were no details in the specification of how the parts
should be interconnected, timed and controlled so as
to obtain the specific operations desired by the appli
cant. In In re Donohue, 550 F.2d 1269, 193 USPQ 136
(CCPA 1977), the lack of enablement was caused by
lack of information in the specification about a single
block labelled "LOGIC" in the drawings. See also
Union Pacific Resources Co. v. Chesapeake Energy
Corp., 236 F.3d 684, 57 USPQ2d 1293 (Fed. Cir.
2001) (Claims directed to a method of determining
the location of a horizontal borehole in the earth failed
to comply with enablement requirement of 35 U.S.C.
112 because certain computer programming details
used to perform claimed method were not disclosed in
the specification, and the record showed that a person
of skill in art would not understand how to "compare"
or "rescale" data as recited in the claims in order to
perform the claimed method.).

In re Ghiron, 442 F.2d 985, 169 USPQ 723 (CCPA
1971), involved a method of facilitating transfers
from one subset of program instructions to another
which required modification of prior art "overlap
mode" computers. The Board rejected the claims on
the basis, inter alia, that the disclosure was insuffi
cient to satisfy the requirements of 35 U.S.c. 112,
first paragraph and was affirmed. The Board focused
on the fact that the drawings were "block diagrams,
i.e., a group of rectangles representing the elements of
the system, functionally labelled and interconnected
by lines." 442 F.2d at 991, 169 USPQ at 727. The
specification did not particularly identify each of the
elements represented by the blocks or the relationship
therebetween, nor did it specify particular apparatus
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intended to carry ont each fnnction. The Board further
questioned whether the selection and assembly of the
reqnired components conld be carried out routinely by
persons of ordinary skill in the art.

An adequate disclosure ofa device may require
details of how complex components are constructed
and perform the desired function. The claim before
the court in In re Scarbrough, 500 F.2d 560, 182
USPQ 298 (CCPA 1974) was directed to a system
which comprised several component parts (e.g., com
puter, timing and control mechanism, AID converter,
etc.) only by generic name and overall ultimate func
tion. The court concluded that there was not an
enabling disclosure because the specification did not
describe how "complex elements known to perform
broadly recited functions in different systems would
be adaptable for use in Appellant's particular system
with only a reasonable amount of experimentation"
and that "an unreasonable amount of work would be
required to arrive at the detailed relationships appel
lant says that he has solved." 500 F.2d at 566,
182 USPQ at 302.

II. MICROORGANISMS

Patent applications involving living biological
products, such as microorganisms, as critical elements
in the process of making the invention, present a
unique question with regard to availability. The issue
was raised in a case involving claims drawn to a fer
mentative method of producing two novel antibiotics
using a specific microorganism and claims to the
novel antibiotics so produced. In re Argoudelis,
434 F.2d 1390, 168 USPQ 99 (CCPA 1970). As stated
by the court, "a unique aspect of using microorgan
isms as starting materials is that a sufficient descrip
tion of how to obtain the microorganism from nature
cannot be given." 434 F.2d at 1392, 168 USPQ at 102.
It was determined by the court that availability of the
biological product via a public depository provided an
acceptable means of meeting the written description
and the enablement requirements of 35 U.S.C. 112,
first paragraph.

To satisfy the enablement requirement a deposit
must be made "prior to issue" but need not be made
prior to filing the application. In re Lundak, 773 F.2d
1216, 1223,227 USPQ 90, 95 (Fed. Cir. 1985).

The availability requirement of enablement must
also be considered in light of the scope or breadth of

the claim limitations. The Board of Appeals consid
ered this issue in an application which claimed a fer
mentative method using microorganisms belonging to
a species. Applicants had identified three novel indi
vidual strains of microorganisms that were related in
such a way as to establish a new species of microor
ganism, a species being a broader classification than a
strain. The three specific strains .had been appropri
ately deposited. The issue focused on whether the
specification enabled one skilled in the art to make
any member of the species other than the three strains
which had been deposited. The Board concluded that
the verbal description of the species was inadequate to
allow a skilled artisan to make any and all members of
the claimed species. Ex parte Jackson, 217 USPQ
804, 806 (Bd. App. 1982).

See MPEP § 2402 - § 2411.03 for a detailed dis
cussion of the deposit rules. See MPEP § 2411.01 for
rejections under 35 U.S.c. 112 based on deposit
issues.

III. DRUG CASES

See MPEP § 2107 - § 2107.03 for a discussion of
the utility requirement under 35 U.S.C. 112, first para
graph, in drug cases.

2164.06(b) Examples of Enablement
Issues - Chemical Cases

The following summaries should not be relied on to
support a case of lack of enablement without carefully
reading the case.

SEVERAL DECISIONS RULING THAT THE
DISCLOSURE WAS NONENABLING

(A) In Enzo Biochem, Inc. v. Co/gene, Inc.,
188 F.3d 1362, 52 USPQ2d 1129 (Fed. Cir. 1999), the
court held that claims in two patents directed to
genetic antisense technology (which aims to control
gene expression in a particular organism), were
invalid because the breadth of enablement was not
commensurate in scope with the claims. Both specifi
cations disclosed applying antisense technology in
regulating three genes in E. coli. Despite the limited
disclosures, the specifications asserted that the "[t]he
practices of this invention are generally applicable
with respect to any organism containing genetic mate
rial which is capable of being expressed ... such as
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bacteria, yeast, and other cellular organisms." The
claims of the patents encompassed application of anti
sense methodology in a broad range of organisms.
Ultimately, the court relied on the fact that (I) the
amount of direction presented and the number of
working examples provided in the specification were
very narrow compared to the wide breadth of the
claims at issue, (2) antisense gene technology was
highly unpredictable, and (3) the amount of experi
mentation required to adapt the practice of creating
antisense DNAfrom E. coli to other types of cells was
quite high, especially in light of the record, which
included notable examples of the inventor's own fail
ures to control the expression of other genes in E. coli
and other types of cells. Thus, the teachings set forth
in the specification provided no more thana"plan" or
"invitation" for those of skill in the art to experiment
using the technology in other types of cells.

(B) In In re Wright, 999 F.2d 1557, 27 USPQ2d
1510 (Fed. Cir. 1993), the 1983 application disclosed
a vaccine against the RNA tumor virus known as Pra
gue Avian Sarcoma Virus, a member of the Rous
Associated Virus family. Using functional language,
Wright claimed a vaccine "comprising an immuno
logically effective amount" of a viral expression prod
uct. !d., at 1559,27 USPQ2d at 1511. Rejected
claims covered all RNA viruses as well as avian RNA
viruses. The examiner provided a teaching that in
1988, a vaccine for another retrovirus (i.e., AIDS)
remained anintractable problem. This evidence, along
with evidence that the RNA viruses were a diverse
and complicated genus, convinced the Federal Circuit
that the invention was not enabled for either all retro
viruses or even for avian retroviruses.

(C) In In re Goodman, 11 F.3d 1046, 29 USPQ2d
2010 (Fed. Cir. 1993), a 1985 application functionally
claimed a method of producing protein in plant cells
by expressing a foreign gene. The court stated:
"[nlaturally, the specification must teach those of skill
in the art 'how to make and use the invention as
broadly as it is claimed.' "Td. at 1050, 29 USPQ2d at
2013. Although protein expression in dicotyledonous
plant cells was enabled, the claims covered any plant
cell. The examiner provided evidence that even as
late as 1987, use of the claimed method in monocot
plant cells was not enabled. Id. at 1051, 29 USPQ2d at
2014.

(D) In In re Vaeck, 947 F.2d 488, 495,
20 USPQ2d 1438, 1444 (Fed. Cir. 1991), the court
found that several claims were not supported by an
enabling disclosure "[r[aking into account the rela
tively incomplete understanding of the biology of
cyanobacteria as of appellants' filing date, as well as
the limited disclosure by appellants of the particular
cyanobacterial genera operative in the claimed inven
tion...." The claims at issue were not limited to any
particular genus or species of cyanobacteria and the
specification mentioned nine genera and the working
examples employed one species of cyanobacteria.

(E) In In re Colianni, 561 F.2d 220, 222-23,
195 USPQ 150, 152 (CCPA 1977), the court affirmed
a rejection under 35 U.S.C. 112, first paragraph,
because the specification, which was directed to a
method of mending a fractured bone by applying
"sufficient" ultrasonic energy to the bone, did not
define a "sufficient" dosage or teach one of ordinary
skill how to select the appropriate intensity, fre
quency, or duration of the ultrasonic energy.

SEVERAL DECISIONS RULING THAT THE
DISCLOSURE WAS ENABLING

(A) In PPG Ind. v. Guardian Ind., 75 F.3d 1558,
1564, 37 USPQ2d 1618, 1623 (Fed. Cir. 1996), the
court ruled that even though there was a software
error in calculating the ultraviolet transmittance data
for examples in the specification making it appear that
the production of a cerium oxide-free glass that satis
fied the transmittance limitation would be difficult,
the specification indicated that such glass could be
made. The specification was found to indicate how to
minimize the cerium content while maintaining low
ultraviolet transmittance.

(B) In In re Wands, 858 F.2d 731, 8 USPQ2d
1400 (Fed. Cir. 1988), the court reversed the rejection
for lack of enablement under 35 U.S.c. 112, first
paragraph, concluding that undue experimentation
would not be required to practice the invention. The
nature of monoclonal antibody technology is such that
experiments first involve the entire attempt to make
monoclonal hybridomas to determine Which ones
secrete antibody with the desired characteristics. The
court found that the specification provided consider
able direction and guidance on how to practice the
claimed invention and presented working
examples, that all of the methods needed to practice
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the invention were well known, and that there was a
high level of skill in the art at the time the application
was filed. Furthermore, the applicant carried out the
entire procedure for making a monoclonal antibody
against HBsAg three times and each time was suc
cessful in producing at least one antibody which fell
within the scope of the claims.

(C) In In reBundy, 642 F.2d 430, 434, 209 USPQ
48, 51-52 (CCPA 1981), the court ruled that appel
lant's disclosure was sufficient to enable one skilled in
the art to use the claimed analogs of naturally occur
ring prostaglandins even though the specification
lacked any examples of specific dosages, because the
specification taught that the novel prostaglandins had
certain pharmacological properties and possessed
activity similar to known E-type prostaglandins.

2164.07 Relationship of Enablement
Requirement to Utility
Requirement of 35 U.S.C. 101

The requirement of 35 U.S.C. 112, first paragraph
as to how to use the invention is different from the
utility requirement of 35 U.S.c. 101. The requirement
of 35 U.S.c. 101 is that some specific, substantial,
and credible use be set forth for the invention. On the
other hand, 35 U.S.c. 112, first paragraph requires an
indication of how the use (required by 35 U.S.c. 101)
can be carried out, i.e., how the invention can be used.

If an applicant has disclosed a specific and substan
tial utility for an invention and provided a credible
basis supporting that utility, that fact alone does not
provide a basis for concluding that the claims comply
with all the requirements of 35 U.S.C. 112, first para
graph. For example, if an applicant has claimed a pro
cess of treating a certain disease condition with a
certain compound and provided a credible basis for
asserting that the compound is useful in that regard,
but to actually practice the invention as claimed a per
son skilled in the relevant art would have to engage in
an undue amount of experimentation, the claim may
be defective under 35 U.S.c. 112, but not 35 U.S.C.
101. To avoid confusion during examination, any
rejection under 35 U.S.c. 112, first paragraph, based
on grounds other than "lack of utility" should be
imposed separately from any rejection imposed due to

"lack of utility" under 35 U.S.C. 101 and 35 U.S.C.
112, first paragraph.

I. WHEN UTILITY REQUIREMENT IS NOT
SATISFIED

A. Not Useful or Operative

If a claim fails to meet the utility requirement of
35 U.S.c. 101 because it is shown to be nonuseful or
inoperative, then it necessarily fails to meet the how
to-use aspect of the enablement requirement of
35 U.S.C. 112, 'first paragraph. As noted in In re
Fouche, 439 F.2d 1237, 169 USPQ 429 (CCPA 1971),
if "compositions are in fact useless, appellant's speci
fication cannot have taught how to use them." 439
F.2d at 1243, 169 USPQ at 434. The examiner should
make both rejections (i.e., a rejection under 35 U.S.C.
112, first paragraph and a rejection under 35 U.S.C.
101) where the subject matter of a claim has been
shown to be nonuseful or inoperative.

The 35 U.S.c. 112, first paragraph, rejection should
indicate that because the invention as claimed does
not have utility, a person skilled in the art would not
be able to use the invention as claimed, and as such,
the claim is defective under 35 U.S.c. 112, first para
graph. A 35 U.S.C. 112, first paragraph, rejection
should not be imposed or maintained unless an appro
priate basis exists for imposing a rejection under
35 U.S.c. 101. In other words, Office personnel
should not impose a 35 U.S.c. 112, first paragraph,
rejection grounded on a "lack of utility" basis unless a
35 U.S.C. 101 rejection is proper. In particular, the
factual showing needed to impose a rejection under
35 U.S.C. 101 must be provided if a 35 U.S.C. 112,
first paragraph, rejection is to be imposed on "lack of
utility" grounds. See MPEP § 2107 - § 2107.03 for a
more detailed discussion of the utility requirements of
35 U.S.c. 101 and 112, first paragraph.

B. Burden on the Examiner

When the examiner concludes that an application is
describing an invention that is nonuseful, inoperative,
or contradicts known scientific principles, the burden
is on the examiner to provide a reasonable basis to
support this conclusion. Rejections based on
35 U.S.c. 112, first paragraph and 35 U.S.C. 101
should be made.

2100_185 August 2001



2164.08 MANUAL OF PATENT EXAMINING PROCEDURE

Examiner Has Initial Bnrden To Show That One of
Ordinary Skill in the Art Would Reasonably
Doubt the Asserted Utility

The examiner has the initial burden of challenging
an asserted utility. Only after the examiner has pro
vided evidence showing that one of ordinary skill in
the art would reasonably doubt the asserted utility
doesthe burden shift to the applicant to provide rebut
tal evidence sufficient to convince one of ordinary
skill in the art of the invention's asserted utility. In re

Swartz, 232 F.3d 862, 863, 56 USPQ2d 1703, 1704
(Fed. Cir.2000); In re Brana, 51 F.3d 1560, 1566,34
USPQ2d 1436, 1441 (Fed. Cir. 1995) (citing In re

Bundy, 642 F.2d 430, 433, 209 USPQ 48, 51 (CCPA
1981).

C. Rebuttal by Applicant

If a rejection under 35 U.S.C. 101 has been prop
erly imposed, along with a corresponding rejection
under 35 U.S.c. 112, first paragraph, the burden shifts
to the applicant to rebut the prima-facie showing. In re
Oetiker, 977 F.2d 1443, 1445, 24USPQ2d 1443, 1444
(Fed. Cir. 1992). There is no predetermined amount or
character of evidence that must be provided by an
applicant to support an asserted utility. Rather, the
character and amount of evidence needed to support
an asserted utility will vary depending on what is
claimed (Ex parte Ferguson, 117USPQ 229,231 (Bd.
App. 1957», and whether the asserted utility appears
to contravene established scientific principles and
beliefs. In re Gazave, 379 F.2d 973, 978, 154 USPQ
92,96 (CCPA 1967 ); In re Chilowsky, 229 F.2d 457,
462, 108 USPQ 321, 325 (CCPA 1956). Furthermore,
the applicant does not have to provide evidence suffi
cient to establish that an asserted utility is true
"beyond a reasonable doubt." In re Irons, 340 F.2d
974,978, 144 USPQ 351, 354 (CCPA 1965). Instead,
evidence will be sufficient if, considered as a whole, it
leads a person of ordinaryskill in the art to conclude
that the asserted utility is more likely than not true.
See MPEP § 2107.02 for a more detailed discussion
of consideration of a reply to a prima facie rejection
for lack of utility and evaluation of evidence related to
utility.

II. WHEN UTILITY REQUIREMENT IS SAT
1sFIED

In some instances, the use will be provided, but the
skilled artisan will not know how to effect that use. In
such a case, no rejection will be made under 35
U.S.C. 101, but a rejection will be made under 35
U.S.C. 112, first paragraph. As pointed out in Mowry
v. Whitney, 8IU.S. (14Wall.) 620 (1871), an inven
tion may in fact have great utility, i.e., may be "a
highly useful invention," but the specification may
still fail to "enable any person skilled in the art or sci
ence" to use the invention. 81U.S. (14 Wall.) at 644.

2164.08 Enablement Commensurate
in Scope With the Claims

All questions of enablement are evaluated against
the claimed subject matter. The focus of the examina
tion inquiry is whether everything within the scope of
the claim is enabled. Accordingly, thefirst analytical
step requires that the examiner determine exactly
what subject matter is encompassed by the claims.
The examiner should determine what each claim
recites and what the subject matter is when the claim
is considered as a whole, not when its parts are ana
lyzed individually. No claim should be overlooked.
With respect to dependent claims, 35 U.S.C. 112,
fourth paragraph, should be followed. This paragraph
states that "a claim in a dependent form shall be con
strued to incorporate by reference all the limitations
of the claim to which it refers" and requires the
dependent claim to further limit the subject matter
claimed.

The Federal Circuit has repeatedly held that "the
specification must teach those skilled in the art how to
make and use the full scope of the claimed invention
without 'undue experimentation'." In re Wright,
999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513 (Fed.
Cir. 1993). Nevertheless, not everything necessary to
practice the invention need be disclosed. In fact, what
is well-known is best omitted. In re Buchner, 929 F.2d
660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991).
All that is necessary is that one skilled in the art be
able to practice the claimed invention, given the level
of knowledge and skill in the art. Further the scope of
enablementmust only bear a "reasonable correlation"
to the scope of the claims. See, e.g., In re Fisher,
427 E2d 833, 839, 166 USPQ 18,24 (CCPA 1970).
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As concerns the breadth of a claim relevant to
enablement, the only relevant concern should be
whether the scope of enablement provided to one
skilled in the art by the disclosure is commensurate
with the scope of protection sought by the claims. In
re Moore, 439 F.2d 1232, 1236, 169 USPQ 236,
239 (CCPA 1971).

The determination of the propriety of a rejection
based upon the scope of a claim relative to the scope
of the enablement involves two stages of inquiry. The
first is to determine how broad the claim is with
respect to the disclosure. The entire claim must be
considered. The second inquiry is to determine if one
skilled in the art is enabled to make and use the entire
scope of the claimed invention without undue experi
mentation.

How a teaching is set forth, by specific example or
broad terminology, is not important. In re Marzocchi,
439 F.2d 220, 223-24 169 USPQ 367, 370 (CCPA
1971). A rejection of a claim under 35 U.S.C. 112 as
broader than the enabling disclosure is a first para
graph enab1ement rejection and not a second para
graph definiteness rejection. Claims are not rejected
as broader than the enabling disclosure under
35 U.S.C. 112 for noninclusion of limitations dealing
with factors which must be presumed to be within the
level of ordinary skill in the art; the claims need not
recite such factors where one of ordinary skill in the
art to whom the specification and claims are directed
would consider them obvious. In re Skrivan, 427 F.2d
801, 806, 166 USPQ 85, 88 (CCPA 1970). One does
not look to the claims but to the specification to find
out how to practice the claimed invention. W.L. Gore
& Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1558,
220 USPQ 303, 316-17 (Fed. Cir. 1983); In re
Johnson, 558 F.2d 1008, 1017, 194 USPQ 187, 195
(CCPA 1977). In In re Goffe, 542 F.2d 564, 567,
191 USPQ 429,431 (CCPA 1976), the court stated:

[T]o provideeffective incentives, claims must adequately
protect inventors. To demand that the first to disclose
shall limit his claims to what he hasfound will work orto
materials which meet the guidelines specified for "pre
ferred" materials in a process such as the one herein
involved would not serve the constitutional purpose of
promoting progress in the useful arts.

When analyzing the enabled scope of a claim, the
teachings of the specification must not be ignored
because claims are to be given their broadest reason-

able interpretation that is consistent with the specifi
cation. "That claims are interpreted in light of the
specification does not mean that everything in the
specification must be read into the claims." Raytheon
Co. v. Roper Corp., 724 F.2d 951, 957, 220 USPQ
592, 597 (Fed. Cir. 1983), cert. denied, 469 U.S. 835
(1984).

The record must be clear so that the public will
have notice as to the patentee's scope of protection
when the patent issues. If a reasonable interpretation
of the claim is broader than the description in the
specification, it is necessary for the examiner to make
sure the full scope of the claim is enabled. Limitations
and examples in the specification do not generally
limit what is covered by the claims.

The breadth of the claims was a factor considered
in Amgen v. Chugai Pharmaceutical Co., 927 F.2d
1200, 18 USPQ2d 1016 (Fed. Cir.), cert. denied,
502 U.S. 856 (1991). In the Amgen case, the patent
claims were directed to a purified DNA sequence
encoding polypeptides which are analogs of erythro
poietin (EPa). The Court stated that:

Amgeri. has not enabled preparation of DNA sequences
sufficient to support its all-encompassing claims. . . .
[D]espite extensive statements in the specification con
cerning all the analogsof theEPOgene thatcanbe made,
there is little enablingdisclosureof particular analogs and
how to makethem. Details for preparing only a few EPO
analog genes are disclosed. . .. This disclosure might
well justify a generic claim encompassing these and simi
lar analogs, but it represents inadequate support for
Amgen's desire to claim all EPO gene analogs. There
may be many othergenetic sequencesthatcode for EPOR
type products. Amgen has toldhow to make anduse only
a few of them and is therefore not entitled to claim all of
them.

927 F.2d at 1213-14, 18 USPQ2d at 1027. How
ever, when claims are directed to any purified and iso
lated DNA sequence encoding a specifically named
protein where the protein has a specifically identified
sequence, a rejection of the claims as broader than the
enabling disclosure is generally not appropriate
because one skilled in the art could readily determine
anyone of the claimed embodiments.

See also In re Wright, 999 F.2d 1557, 1562,
27 USPQ2d 1510, 1513 (Fed. Cir. 1993) (The evi
dence did not show that a skilled artisan would have
been able to carry out the steps required to practice
the full scope of claims which encompass "any and all
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live, non-pathogenic vaccines, and processes for
making such vaccines, which elicit immunoprotective
activity in any animal toward any RNA virus." (origi
nal emphasis)); In reGoodman, 11 F.3d 1046,
1052,29 USPQ2d 2010, 2015 (Fed. Cir. 1993) (The
specification did not enable the broad scope of the
claims for producing mammalian peptides in plant
cells because the specification contained only an
example of producing gamma-interferon in a dicot
species, and there was evidence that extensive experi
mentation would have been required for encoding
mammalian peptide into a monocot plant at the time
of filing); In re Fisher, 427 F.2d 833, 839, 166 USPQ
18,24 (CCPA 1970) (Where applicant claimed a com
position suitable for the treatment of arthritis having a
potency of "at least" a particular value, the.court held
that the claim was not commensurate in scope with
the enabling disclosure because the disclosure was not
enabling for compositions having a slightly higher
potency. Simply because applicant was the first to
achieve a composition beyond a particular threshold
potency did not justify or support a claim that would
dominate every composition that exceeded that
threshold value.); In re Vaeck, 947 F.2d 488, 495,
20 USPQ2d 1438, 1444 (Fed. Cir. 1991) (Given the
relatively incomplete understanding in the biotechno
logical field involved, and the lack of a reasonable
correlation between the narrow disclosure in the spec
ification and the broad scope of protection sought in
the claims, a rejection under 35 U.S.c. 112, first para
graph for lack of enablement was appropriate.).

Ifa rejection is made based on the view that the
enablement is not commensurate in scope with the
claim, the examiner should identify the subject matter
that is considered to be enabled.

2164.08(a) Single Means Claim

A single means claim, i.e., where a means recitation
does not appear in combination with another recited
element of means, is subject to an undue breadth
rejection under 35 U.S.c. 112, first paragraph. In re
Hyatt, 708 F.2d 712, 714-715, 218 USPQ 195, 197
(Fed. Cir. 1983) (A single means claim which covered
every conceivable means for achieving the stated pur
pose was held nonenabling for the scope of the claim
because the specification disclosed at most only those
means known to the inventor.). When claims depend
on a recited property, a fact situation comparable to

Hyatt is possible, where the claim covers every con
ceivable structure (means) for achieving the stated
property (result) while the specification discloses at
most only those known to the inventor.

2164.08(b) Inoperative Subject Matter

The presence of inoperative embodiments within
the scope of a claim does not necessarily render a
claim nonenabled. The standard is whether a skilled
person could determine which embodiments that were
conceived, but not yet made, would be inoperative or
operative with expenditure of no more effort than is
normally required in the art. Atlas Powder Co. v. £.1.
du Pont de Nemours & Co., 750 F.2d 1569, 1577,
224 USPQ 409, 414 (Fed. Cir. 1984) (prophetic
examples do not make the disclosure nonenabling).

Although, typically, inoperative embodiments are
excluded by language in a claim (e.g., preamble), the
scope of the claim may still not be enabled where
undue experimentation is involved in determining
those embodiments that are operable. A disclosure of
a large number of operable embodiments and the
identification of a single inoperative embodiment did
not render a claim broader than the enabled scope
because undue experimentation was not involved in
determining those embodiments that were operable.
In re Angstadt, 537 F.2d 498, 502-503, 190 USPQ
214, 218 (CCPA 1976). However, claims reading on
significant numbers of inoperative embodiments
would render claims nonenabled when the specifica
tion does not clearly identify the operative embodi
ments and undue experimentation is involved in
determining those that are operative. Atlas Powder
Co. v. £.1. duPont de Nemours & Co., 750 F.2d 1569,
1577, 224 USPQ 409, 414 (Fed. Cir. 1984); In re
Cook, 439 F.2d 730,735, 169 USPQ 298, 302 (CCPA
1971).

2164.08(c) Critical Feature Not Claimed

A feature which is taught as critical in a specifica
tion and is not recited in the claims should result in a
rejection of such claim under the enablement provi
sion section of 35 U.S.C. 112. See In re Mayhew,
527 F.2d 1229, 1233, 188 USPQ 356, 358 (CCPA
1976). In determining whether an unclaimed feature is
critical, the entire disclosure must be considered. Fea
tures which are merely preferred are not to be consid-
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ered critical. In re Goffe, 542 F.2d 564, 567,
191 USPQ 429, 431 (CCPA 1976).

Limiting an applicant to the preferred materials in
the absence of lintiting prior art would not serve the
constitutional purpose of promoting the progress in
the useful arts. Therefore, an enablement rejection
based on the grounds that a disclosed critical limita
tion is missing from a claim should be made only
when the language of the specification makes it clear
that the lintitation is critical for the invention to func
tion as intended. Broad language in the disclosure,
including the abstract, ontitting an allegedly critical
feature, tends to rebut the argument of criticality.

2165 The Best Mode Requirement

A third requirement of the first paragraph of
35 U.S.C. 112 is that:

The specification... shall set forth thebest mode contem
platedby the inventor of carrying outhis invention.

"The best mode requirement creates a statutory bar
gained-for-exchange by which a patentee obtains the
right to exclude others from practicing the claimed
invention for a certain time period, and the public
receives knowledge of the preferred embodiments for
practicing the claimed invention." Eli Lilly & Co. v.
Barr Laboratories Inc., 251 F.3d 955, 963,
58 USPQ2d 1865, 1874 (Fed. Cir. 2001).

The best mode requirement is a safeguard against
the desire on the part of some people to obtain patent
protection without making a full disclosure as
required by the statute. The requirement does not per
mit inventors to disclose only what they know to be
their second-best embodiment, while retaining the
best for themselves. In re Nelson, 280 F.2d 172,
126 USPQ 242 (CCPA 1960).

Determining compliance with the best mode
requirement requires a two-prong inquiry. First, it
must be deterntined whether, at the time the applica
tion was filed, the inventor possessed a best mode for
practicing the invention. This is a subjective inquiry
which focuses on the inventor's state of mind at the
time of filing. Second, if the inventor did possess a
best mode, it must be determined whether the written
description disclosed the best mode such that a person
skilled in the art could practice it. This is an objective
inquiry, focusing on the scope of the claimed inven
tion and the level of skill in the art. Eli Lilly & Co. v.

Barr Laboratories Inc., 251 F.3d 955, 963,
58 USPQ2d 1865, 1874 (Fed. Cir. 2001).

The failure to disclose a better method will not
invalidate a patent if the inventor, at the time of filing
the application, did not know of the better method OR
did not appreciate that it was the best method. All
applicants are required to disclose for the claimed
subject matter the best mode contemplated by the
inventor even though applicant may not have been the
discoverer of that mode. Benger Labs. Ltd. v. R.K.
Laros Co., 209 F. Supp. 639, 135 USPQ 11 (B.D. Pa.
1962).

ACTIVE CONCEALMENT OR GROSSLY IN
EQUITABLE CONDUCT IS NOT REQUIRED
TO ESTABLISH FAILURE TO DISCLOSE THE
BEST MODE

Failure to disclose the best mode need not rise to
the level of active concealment or grossly inequitable
conduct in order to support a rejection or invalidate a
patent. Where an inventor knows of a specific mate
rial that will make possible the successful reproduc
tion of the effects claimed by the patent, but does not
disclose it, speaking instead in terms of broad catego
ries, the best mode requirement has not been satisfied.
Union Carbide Corp. v. Borg-Warner, 550 F.2d 555,
193 USPQ 1 (6th Cir. 1977).

If the failure to set forth the best mode in a patent
disclosure is the result of inequitable conduct (e.g.,
where the patent specification ontitted crucial ingredi
ents and disclosed a fictitious and inoperable slurry as
Example 1), not only is that patent in danger of being
held unenforceable, but other patents dealing with the
same technology that are sought to be enforced in the
same cause of action are subject to being held unen
forceable. Consolidated Aluminum Corp. v. Foseco
Inc., 910 F.2d 804, 15 USPQ2d 1481 (Fed. Cir. 1990).

2165.01 Considerations Relevant to
Best Mode

I. DETERMINE WHAT IS THE INVENTION

Determine what the invention is - the invention is
defined in the claims. The specification need not set
forth details not relating to the essence of the inven
tion. In re Bosy, 360 F.2d 972, 149 USPQ 789 (CCPA
1966). See also Northern Telecom Ltd. v. Samsung
Electronics Co., 215 F.3d 1281, 55 USPQ2d 1065
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(Fed. Cir. 2000) (Unclaimed matter that is unrelated
to the operation of the claimed invention does not
trigger the best mode requirement); Eli Lilly & Co. v.
Barr Laboratories Inc.• 251 E3d 955. 966.·58
USPQ2d 1865, 1877 (Fed. Cir. 2001) C'[Pjatentee's
failure to disclose an unclaimed preferred mode for
accomplishing a routine detail does not violate the
best mode requirement because one skilled in the art
is aware of alternative means for accomplishing the
routine detail that would still produce the best mode
of the claimed invention.").

II. SPECIFIC EXAMPLE IS NOT REQUIRED

There is no statutory requirement for the disclosure
of a specific example - a pat~nt specification is not
intended nor required to be a production specification.
In re Gay. 309 E2d 768, 135 USPQ 311 (CCPA
1962).

The absence of a specific working example is not
necessarily evidence that the best mode has not been
disclosed, nor is the presence of one evidence that it
has. Best mode may be represented by a preferred
range of conditions or group of reactants. In re Honn,
364 E2d 454, 150 USPQ 652 (CCPA 1966).

nr, DESIGNATION AS BEST MODE IS NOT
REQUIRED

There is no requirement in the statute thatappli
cants point out which of their embodiments they con
sider to be their best; that the disclosure includes the
best mode contemplated by applicants is enough to
satisfy the statute. Ernsthausen v. Nakayama.
1 USPQ2d 1539 (Bd. Pat. App. & Inter. 1985),

IV. UPDATING BEST MODE IS NOT RE
QUIRED

There is no requirement to update in the context of
a foreign priority application under 35 U.S.c. 119,
Standard Oil Co. v. Montedison, S.p.A.• 494 ESupp.
370, 206 USPQ 676 (D.Del. 1980) (better catalyst
developed between Italian priority and U.S. filing
dates), and continuing applications claiming the bene
fit of an earlier filing date under 35 U.S.C. 120.
Transco Products, Inc. v. Performance Contracting
Inc., 38 E3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994)
(continuation under 37 CFR 1.60); Sylgab Steel and
Wire Corp. v. Imoco-Gateway Corp., 357 ESupp. 657,
178 USPQ 22 (N.D. Ill. 1973) (continuation); Johns-

Manville Corp. v. Guardian Industries Corp.,
586 ESupp. 1034, 221 USPQ 319 (B.D. Mich. 1983)
(continuation and CIP). In the last cited case, the coutt
stated that applicant would have been obliged to dis
close an updated refinement if it were essential to the
successful practice of the invention and it related to
amendments to the CIP that were not present in the
parent application. In Carter-Wallace, Inc. v. Riverton
Labs., Inc., 433 E2d 1034. 167USPQ 656 (2d Cir.
1970), the court assumed, butdid not decide, that an
applicant must update the best mode when filing a
eIP application.

V. DEFECT IN BEST MODE CANNOT BE
CURED BY NEW MATTER

If the best mode contemplated by the inventor at the
time of filing the application is not disclosed, such a
defect cannot be cured by submitting an amendment
seeking to put into the specification something
required to be there when the patent application was
originally filed, In re Hay. 534 E2d 917. 189 USPQ
790 (CCPA 1976).

Any proposed amendment of this type (adding a
specific mode of practicing the invention not
described in the application as filed) should be treated
as new matter. New matter under 35 U.S.C. 132 and
251 should be objected to and coupled with a require
ment to cancel the new matter.

2165.02 Best Mode Requirement
Compared to Enablement
Requirement

The best mode requirement is a separate and dis
tinct requirement from the enablement requirement of
the first paragraph of 35 U.S.C. 112. In re Newton,
414 E2d 1400. 163 USPQ 34 (CCPA 1969).

. The best mode provision of 35 U.S.C. 112 is not
directed to a situation where the application fails to
set forth any mode - such failure is equivalent to
nonenablement. In re Glass, 492 E2d 1228,
181 USPQ 31 (CCPA 1974).

The enablement requirement looks to placing the
subject matter of the claims generally in the posses
sion of the public. If, however, the applicant develops
specific instrumentalities Or techniques which are rec
ognized by the applicant at the time of filing as the
best way of carrying out the invention, then the best

August 2001 2100-190



PATENTABILITY 2165.03

mode requirement imposes an obligation to disclose
that information to the public as well. Spectra-Phys
ics, Inc. v. Coherent, Inc., 827 F.2d 1524, 3 USPQ 2d
1737 (Fed. Cir.), cert. denied, 484 U.S. 954 (1987).

2165.03 Requirements for Rejection for
Lack of Best Mode

ASSUME BEST MODE IS DISCLOSED UNLESS
THERE IS EVIDENCE TO THE CONTRARY

The examiner should assume that the best mode is
disclosed in the application, unless evidence is pre
sented that is inconsistent with that assumption. It is
extremely rare that a best mode rejection properly
would be made in ex parte prosecution. The informa
tion that is necessary to form the basis for a rejection
based on the failure to set forth the best mode is rarely
accessible to the examiner, but is generally uncovered
during discovery procedures in interference, litiga
tion, or other inter partes proceedings.

EXAMINER MUST DETERMINE WHETHER
THE INVENTOR KNEW THAT ONE MODE
WAS BETTER THAN ANOTHER, AND IF SO,
WHETHER THE DISCLOSURE IS ADEQUATE
TO ENABLE ONE OF ORDINARY SKILL IN
THE ART TO PRACTICE THE BEST MODE

According to the approach nsed by the court in
Chemcast Corp. v. Area Industries, 913 F.2d 923,
16 USPQ2d 1033 (Fed. Cir. 1990), a proper best
mode analysis has two components:

(A) The first component is a subjective inquiry
because it focuses on the inventor's state of mind at
the time the application was filed. Unless the exam
iner has evidence that the inventors had information
in their possession

Determine whether, at the time the application
was filed, the inventor knew of a mode of practicing
the claimed invention that the inventor considered to
be better than any other.

(1) at the time the application was filed
(2) that a mode was considered to be better

than any others by the inventors

there is no reason to address the second component
and there is no proper basis for a best mode rejection.
If the facts satisfy the first component, then, and only
then, is the following second component analyzed:

(B) Compare what was known in (A) with what
was disclosed - is the disclosure adequate to enable
one skilled in the art to practice the best mode?

Assessing the adequacy of the disclosure in this
regard is largely an objective inquiry that depends on
the level of skill in the art. Is the information con
tained in the specification disclosure sufficient to
enable a person skilled in the relevant art to make and
usethe best mode?

A best mode rejection is proper only when the first
inquiry can be answered in the affirmative, and the
second inquiry answered in the negative with reasons
to support the conclusion that the specification is non
enabling with respect to the best mode.

2165.04 Examples of Evidence
of Concealment

In determining the adequacy of a best mode disclo
sure, only evidence of concealment (accidental or
intentional) is to be considered. That evidence must
tend to show that the i!lli!!m'of an applicant's best
mode disclosure is so poor as to effectively result in
concealment.

I. EXAMPLES - BEST MODE REQUIRE
MENT SATISFIED

In one case, even though the inventor had more
information in his possession concerning the contem
plated best mode than was disclosed (a known com"
puter program) the specification was held to delineate
the best mode in a manner sufficient to require only
the application of routine skill to produce a workable
digital computer program. In re Sherwood, 613 F.2d
809, 204 USPQ 537 (CCPA 1980).

In another case, the claimed subject matter was a
time controlled thermostat, but the application did not
disclose the specific Quartzmatic motor which was
used in a commercial embodiment. The Court con
cluded that failure to disclose the commercial motor
did not amount to concealment since similar clock
motors were widely available and widely advertised.
There was no evidence that the specific Quartzmatic
motor was superior except possibly in price. Honey
well v. Diamond, 208 USPQ 452 (D.D.C. 1980).

There was held to be no violation of the best mode
requirement even though the inventor did not disclose
the only mode of calculating the stretch rate for plas-
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tic. rods that he used because that mode would have
been employed by those of ordinary skill in the art at
the time the application was filed. w.L. Gore &
Assoc., Inc. v. Garlock Inc., 721 F,2d 1540, 220 USPQ
303 (Fed. Cir. 1983).

There was no best mode violation where there was
no evidence that the monoclonal antibodies used by
the inventors differed from those obtainable according
to the processes described in the specification. It was
not disputed that the inventorsobtained the antibodies
used in the invention by following the procedures in
the specification, that these were the inventors' pre
ferred procedures, and that the data reported in the
specification was for the antibody that the inventors
had actually used. Scripps Clinic and Research Foun

dation v. Genentech, Inc., 927 F,2d 1565, 18 USPQ 2d
1001 (Fed. Cir. 1991).

Where an organism was created by the insertion of
genetic material into a cell obtained from generally
available sources, all that was required to satisfy the
best mode requirement was an adequate description of
the means for carrying out the invention, not deposit
of the cells. As to the observation that no scientist
could ever duplicate exactly the cell used by appli
cants, the court observed that the issue is whether the
disclosure is adequate, not that an exact duplication is
necessary. Amgen, Inc. v. Chugai Pharmaceutical Co.,
927 F,2d 1200, 18 USPQ 2d 1016 (Fed. Cir. 1991).

There was held to be no violation of the best mode
requirement where the Solicitor argued that conceal
ment could be inferred from the disclosure in a speci
fication that each analog is "surprisingly and
unexpectedly more useful than one of the correspond
ing prostaglandins ... for at least one of the pharma
cological purposes." It was argued that appellant must
have had test results to substantiate this statement and
this data should have been disclosed. The court con
cluded that no withholding could be inferred from
general statements of increased selectivity and nar
rower spectrum of potency. for these novel analogs,
conclusions which could be drawn from the elemen
tary pharmacological testing of the analogs. In re

Bundy, 642 F,2d 430, 435, 209 USPQ 48, 52 (CCPA

1981).

II. EXAMPLES- BEST MODE REQUIRE
MENT NOT.SATISFIED

The best mode requirement was held to be.violated
where inventors of a laser failed to disclose details of
their preferred. TiCuSil brazing method which were
not contained in the prior art and were contrary to cri
teria for the use of TiCuSii as contained in the litera
ture. Spectra-Physics, Inc. v. Coherent, Inc., 827 F,2d
1524, 3 USPQ 2d 1737 (Fed. Cir. 1987).

The best mode requirement was violated because
an inventor failed to disclose whether to use a specific
surface treatment that he knew was necessary to the
satisfactory performance of his invention, even
though how to perform the treatment itself was known
in the art. The argument that the best mode require
ment may be met solely by reference to what was
known in the prior art was rejected as incorrect. Dana
Corp. v. IPC Ltd. Partnership, 860 F,2d 415,
8 USPQ2d 1692 (Fed. Cir. 1988).

2171 Two Separate Requirements
for Claims Under 35 U.S.C.
112, Second Paragraph

The second paragraph of 35 U.S.C. 112 is directed
to requirements for the claims:

The specification shallconclude. withone or more claims
particularly pointing out and distinctly.claiming the sub
ject matter which theapplicant regards as his.invention.

There are two separate requirements set forth in this
paragraph:

(A) the claims must set forth the subject matter
that applicants regard as their invention; and

(B) the claims must particularly point out and dis
tinctly define the metes and bounds of the subject
matter that will be protected by the patent grant.

The first requirement is a subjective one because it
is dependent on what the applicants for a patent
regard as their invention. The second requirement is
an objective one because it is not dependent on the
views of applicant or any particular individual, but is
evaluated in the context of whether the claim is defi
nite - i.e., Whether the scope of the claim is clear to a
hypothetical person possessing the ordinary level of
skill in the pertinent art.
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Although an essential purpose of the examination
process is to determine whether or not the claims
define an invention that is both novel and nonobvious
over the prior art, another essential purpose of patent
examination is to determine whether or not the claims
are precise, clear, correct, and unambiguous. The
uncertainties of claim scope should be removed, as
much as possible, during the examination process.

The inquiry during examination is patentability of
the invention as applicant regards it. If the claims do
not particularly point out and distinctly claim that
which applicants regard as their invention, the appro
priate action by the examiner is to reject the claims
under 35 U.S.C. 112, second paragraph. In re Zietz,
893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir. 1989). If a
rejection is based on 35 U.S.C. 112, second para
graph, the examiner should further explain whether
the rejection is based on indefiniteness or on the fail
ure to claim what applicants regard as their invention.
Ex parte Ionescu, 222 USPQ 537, 539 (Bd. App.
1984).

2172 Subject Matter Which Applicants
Regard as Their Invention

I. FOCUS FOR EXAMINATION

A rejection based on the failure to satisfy this
requirement is appropriate only where applicant has
stated, somewhere other than in the application as
filed, that the invention is something different from
what is defined by the claims. In other words, the
invention set forth in the claims must be presumed, in
the absence of evidence to the contrary, to be that
which applicants regard as their invention. In re
Moore, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971).

II. EVIDENCE TO THE CONTRARY

Evidence that shows that a claim does not corre
spond in scope with that which applicant regards as
applicant's invention may be found, for example, in
contentions or admissions contained in briefs or
remarks filed by applicant, Solomon v. Kimberly
Clark Corp., 216 F.3d 1372, 55 USPQ2d 1279 (Fed.
Cir. 2000); In re Prater, 415 F.2d 1393, 162 USPQ
541 (CCPA 1969), or in affidavits filed under 37 CFR
1.132, In re Cormany, 476 F.2d 998, 177 USPQ 450

(CCPA 1973). The content of applicant's specification
is not used as evidence that the scope of the claims is
inconsistent with the subject matter which applicants
regard as their invention. As noted in In re Ehrreich,
590 F.2d 902, 200 USPQ 504 (CCPA 1979), agree
ment, or lack thereof, between the claims and the
specification is properly considered only with respect
to 35 U.S.C. 112, first paragraph; it is irrelevant to
compliance with the second paragraph of that section.

III. SHIFT IN CLAIMS PERMITTED

The second paragraph of 35 U.S.C. 112 does not
prohibit applicants from changing what they regard as
their invention during the pendency of the application.
In re Saunders, 444 F.2d 599, 170 USPQ 213 (CCPA
1971) (Applicant was permitted to claim and submit
comparative evidence with respect to claimed subject
matter which originally was only the preferred
embodiment within much broader claims (directed to
a method).). The fact that claims in a continuation
application were directed to originally disclosed sub
ject matter which applicants had not regarded as part
of their invention when the parent application was
filed was held not to prevent the continuation applica
tion from receiving benefits of the filing date of the
parent application under 35 U.S.C. 120. In re Brower,
433 F.2d 813, 167 USPQ 684 (CCPA 1970).

2172.01 Unclaimed Essential Matter

A claim which omits matter disclosed to be essen
tial to the invention as described in the specification
or in other statements of record may be rejected under
35 U.S.C. 112, first paragraph, as not enabling. In re
Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA
1976). See also MPEP § 2164.08(c). Such essential
matter may include missing elements, steps or neces
sary structural cooperative relationships of elements
described by the applicant(s) as necessary to practice
the invention.

In addition, a claim which fails to interrelate essen
tial elements of the invention as defined by appli
cant(s) in the specification may be rejected under 35
U.S.C. 112, second paragraph, for failure to point out
and distinctly claim the invention. See In re Venezia,
530 F.2d 956, 189 USPQ 149 (CCPA 1976); In re
Collier, 397 F.2d 1003, 158 USPQ 266 (CCPA 1968).
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2173 Claims Must Particularly Point
Out and Distinctly Claim
the Invention

The primary purpose of this requirement of defi
niteness of claim language is to ensure that the scope
of the claims is clear so the public is informed of the
boundaries of what constitutes infringement of the
patent. A secondary purpose is to provide a clear mea
sure of what applicants regard as the invention so that
it can be determined whether the claimed invention
meets all the criteria for patentability and whether the
specification meets the criteria of 35 U.S.C. 112, first
paragraph with respect to the claimed invention.

2173.01 Claim Terminology

A fundamental principle contained in 35 U.S.C.
112, second paragraph is that applicants are their own
lexicographers. They can define in the claims what
they regard as their invention essentially in whatever
terms they choose so long as the terms are not used in
ways that are contrary to accepted meanings in the art.
Applicant may use functional language, alternative
expressions, negative limitations, or any style of
expression or format of claim which makes clear the
boundaries of the subject matter for which protection
is sought. As noted by the court in In re Swinehart,
439 F.2d 210, 160 USPQ 226 (CCPA 1971), a claim
may not be rejected solely because of the type of lan
guage used to define the subject matter for which
patent protection is sought.

2173.02 Clarity and Precision

The examiner's focus during examination of claims
for compliance with the requirement for definiteness
of 35 U.S.C. 112, second paragraph is whether the
claim meets the threshold requirements of clarity and
precision, not whether more suitable language or
modes of expression are available. When the exam
ineris satisfied that patentable subject matter is dis
closed, and it is apparent to the examiner that the
claims are directed to such patentable subject matter,
he or she should allow claims which define the patent
able subject matter with a reasonable degree of partie
ularity and distinctness, Some latitude in the manner

of expression and the aptness of terms should be per
mitted even though the claim language is not as pre
cise as the examiner might desire. Examiners are
encouraged to suggest claim language to applicants to
improve the clarity or precision of the language used,
but should not reject claims or insist on their own
preferences if other modes of expression selected by
applicants satisfy the statutory requirement.

The essential inquiry pertaining to this requirement
is whether the claims set out and circumscribe a par
ticular subject matter with a reasonable degree of clar
ity and particularity. Definiteness of claim language
must be analyzed, not in a vacuum, but in light of:

(A) The content of the particular application dis
closure;

(B) The teachings of the prior att; and

(C) The claim interpretation that would be given
by one possessing the ordinary level of skill in the
pertinent att at the time the invention was made.

In reviewing a claim for compliance with 35 U.S.c.
112, second paragraph, the examiner must consider
the claim as a whole to determine whether the claim
apprises one of ordinary skill in the att of its scope
and, therefore, serves the notice function required by
35 U.S.C. 112, second paragraph. See, e.g., Solomon
v. Kimberly-Clark Corp., 216 F.3d 1372, 1379,
55 USPQ2d 1279, 1283 (Fed. Cir. 2000). See also In
re Larsen, No. 01-1092 (Fed. Cir. May 9, 2001)
(unpublished) (The preamble of the Larsen claim
recited only a hanger and a loop but the body of the
claim positively recited a linear member. The court
observed that the totality of all the limitations of the
claim and their interaction with each other must be
considered to ascertain the.inventor's contribution to
the art. Upon review of the claim in its entirety, the
court concluded that the claim at issue apprises one of
ordinary skill in the att of its scope and, therefore,
serves the notice function required by 35 U.S.C. 112,
paragraph 2.). If the scope of the invention sought to
be patented cannot be determined from the language
of the claims with a reasonable degree of certainty, a
rejection of the claims under 35 U.S.C. 112, second
paragraph is appropriate. In re Wiggins, 488 F.2d 538,
179 USPQ 421 (CCPA 1973).
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2173.03 Inconsistency Between Claim
nd Specification Disclosure
or Prior Art

Although the terms of a claim may appear to be
definite, inconsistency with the specification disclo
sure or prior art teachings may make an otherwise
definite claim take on an unreasonable degree of
uncertainty. In re Cohn, 438 F.2d 989, 169 USPQ 95
(CCPA 1971); In re Hammack, 427 F.2d 1378,
166 USPQ 204 (CCPA 1970). In Cohn, the claim was
directed to a process of treating a surface with a cor
roding solution until the metallic appearance is sup
planted by an "opaque" appearance. Noting that no
claim may be read apart from and independent of the
supporting disclosure on which it is based, the court
found that the description, definitions and examples
set forth in the specification relating to the appearance
of the surface after treatment were inherently incon
sistent and rendered the claim indefinite.

2173.04 Breadth Is Not Indefiniteness

Breadth of a claim is not to be equated with indefi
niteness. In re Miller, 441 F.2d 689, 169 USPQ 597
(CCPA 1971). If the scope of the subject matter
embraced by the claims is clear, and if applicants have
not otherwise indicated that they intend the invention
to be of a scope different from that defined in the
claims, then the claims comply with 35 U.S.C. 112,
second paragraph.

Undue breadth of the claim may be addressed under
different statutory provisions, depending on the rea
sons for concluding that the claim is too broad. Ifthe
claim is too broad because it does not set forth that
which applicants regard as their invention as evi
denced by statements outside of the application as
filed, a rejection under 35 U.S.C. 112, second para
graph would be appropriate. If the claim is too broad
because it is not supported by the original description
or by an enabling disclosure, a rejection under
35 U.S.C. 112, first paragraph wouldbe appropriate.
If the claim is too broad because it reads on the prior
art, a rejection under either 35 U.S.C. 102 or 103
would be appropriate.

2173.05 Specific Topics Related to Issues
Under 35 U.S.C. 112, Second
Paragraph

The following sections are devoted to a discussion
of specific topics where issues under 35 U.S.C. 112,
second paragraph have been addressed. These sec
tions are not intended to be an exhaustive list of the
issues that can arise under 35 U.S.c. 112, second
paragraph, but are intended to provide guidance in
areas that have been addressed with some frequency
in recent examination practice. The court and Board
decisions cited are representative. As with all appel
late decisions, the results are largely dictated by the
facts in each case. The use of the same language in a
different context may justify a different result.

2173.05(a) New Terminology

THE MEANING OF EVERY TERM SHOULD
BE APPARENT

The meaning of every term used in a claim shonld
be apparent from the prior art or from the specifica
tion and drawings at the time the application is filed.
Applicants need not confine themselves to the termi
nology used in the prior art, but are required to make
clear and precise the terms that are used to define the
invention whereby the metes and bounds of the
claimed invention can be ascertained. During patent
examination, the pending claims must be given the
broadest reasonable interpretation consistent with the
specification. In re Morris, 127 F.3d 1048, 1054,
44 USPQ2d 1023, 1027 (Fed. Cir. 1997); In re Prater,
415 F.2d 1393, 162 USPQ 541 (CCPA 1969). See also
MPEP § 2111 - § 211l.0l. When the specification
states the meaning that a term in the claim is intended
to have, the claim is examined using that meaning, in
order to achieve a complete exploration of the appli
cant's invention and its relation to the prior art. In re
Zietz, 893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir.
1989).

THE REQUIREMENT FOR CLARITY AND
PRECISION MUST BE BALANCED WITH THE
LIMITATIONS OF THE LANGUAGE

Courts have recognized that it is not only permissi
ble, but often desirable, to use new terms that are fre
quently more precise in describing and defining the
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new invention. In re Fisher, 427 F.2d 833, 166 USPQ
18 (CCPA 1970). Although it is difficult to compare
the claimed invention with the prior art when new
terms are used that do not appear in the prior art, this
does not make the new terms indefinite.

New terms are often used when a new technology is
in its infancy or is rapidly evolving. The requirements
for clarity and precision must be balanced with the
limitations of the language and the science. If the
Claims, read in light of the specification, reasonably
apprise those skilled in the art both of the utilization
and scope of the invention, and if the language is as
precise as the subject matter permits, the statute
(35 U.S.c. 112, second paragraph) demands no more.
Shatterproof Glass Corp. v. Libbey Owens Ford Co.,
758 F.2d 613, 225 USPQ 634 (Fed. Cir. 1985) (inter
pretation of "freely supporting" in method claims
directed to treatment of a glass sheet); Hybritech,
Inc. v.Monoclonal Antibodies, Inc., 802 F.2d 1367,
231 USPQ 81 (Fed. Cir. 1986) (interpretation of a
limitation specifying a numerical value for antibody
affinity where the method of calculation was known
in the art at the time of filing to be imprecise). This
does not mean that the examiner must accept the best
effort of applicant. If the proposed language is not
considered as precise as the subject matter permits,
the examiner should provide reasons to support the
conclusion of indefiniteness and is encouraged to sug
gest alternatives that are free from objection.

A TERM MAY NOT BE GIVEN A MEANING
REPUGNANT TO ITS USUAL MEANING

While a term used in the claims may be given a spe
cial meaning in the description of the invention, gen
erally no term may be given a meaning repugnant to
the usual meaning of the term. In re Hill, 161 F.2d
367,73 USPQ 482 (CCPA 1947). However, it has
been stated that consistent with the well-established
axiom in patent law that a patentee is free to be his or
her own lexicographer, a patentee may use terms in a
manner contrary to or inconsistent with one. or more
of their ordinary meanings. Hormone Research Foun
dation Inc. v. Genentech Inc., 904 F.2d 1558,
15 USPQ2d 1039 (Fed. Cir. 1990). Accordingly,
when there is more than one definition for a term, it is
incumbent upon applicant to make clear which defini
tion is being relied upon to claim the invention. Until

the meaning of a term or phrase used in a claim is
clear, a rejection under 35 U.S.C. 112, second para
graph is appropriate. It is appropriate to compare the
meaning of terms given in technical dictionaries in
order to ascertain the accepted meaning of a term in
the art. In re Barr, 444 F.2d 588, 170 USPQ 330
(CePA 1971).

2173.05(b) Relative Terminology

The fact that claim language, including terms of
degree, may not be precise, does not automatically
render the claim indefinite under 35 U.S.C. 112, sec
ond paragraph, Seattle Box Co., v. Industrial Crating
& Packing, .Inc., 731 F.2d 818, 221 USPQ 568 (Fed.
Cir. 1984). Acceptability of the claim language
depends on whether one of ordinary skill in the art
would understand what is claimed, in light of the
specification.

WHEN A TERM OFDEGREE IS PRESENT, DE·
TERMINE WHETHER A STANDARD IS DIS
CLOSED OR WHETHER ONE OF ORDINARY
SKILL IN THE ART WOULD BE APPRISED OF
THE SCOPE OF THE CLAIM

When a term of degree is presented in a claim, first
a determination is to be made as to whether the speci
fication provides some standard for measuring that
degree. If it does not, a determination is made as to
whether one of ordinary skill in the art, in view of the
prior art and the status of the art, would be neverthe
less reasonably apprised of the scope of the invention.
Even if the specification uses the same term of degree
as in the claim, a rejection may be proper if the scope
of the term is not understood when read in light ofthe
specification. While, as a general proposition, broad
ening modifiers are standard tools in claim drafting in
order to avoid reliance on the doctrine of equivalents
in infringement actions, when the scope of the claim
is unclear a rejection under 35 U.S.c. 112, second
paragraph is proper. See In re Wiggins, 488 F. 2d 538,
541, 179 USPQ 421, 423 (CCPA 1973).

When relative terms are used in clairns wherein the
improvement over the prior art rests entirely upon size
or weight of an element in acombination of elements,
the adequacy of the disclosure of a standard is of
greater criticality.
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REFERENCE TO AN OBJECT THAT IS VARI·
ABLE MAY RENDER A CLAIM INDEFINITE

B. "Essentially"

A claim may be rendered indefinite by reference to
an object tbat is variable. For example, tbe Board has
held tbat a limitation in a claim to a bicycle tbat
recited "said front and rear wheels so spaced as to
give a wheelbase tbat is between 58 percent and 75
percent of tbe height of the rider tbat the bicycle was
designed for" was indefinite because tbe relationship
of parts was not based on any known standard for siz
ing a bicycle to a rider, but on a rider of unspecified
build. Ex parte Brummer, 12 USPQ2d 1653 (Bd. Pat.
App. & Inter. 1989). On tbe otber hand, a claim limi
tation specifying tbat a certain part of a pediatric
wheelchair be "so dimensioned as to be insertable
tbrough tbe space between tbe doorframe of an auto
mobile and one of the seats" was held to be definite.
Orthokinetics, Inc. v. Safety Travel Chairs. Inc.,
806 F.2d 1565, I USPQ2d 1081 (Fed. Cir. 1986). The
court stated tbat tbe phrase "so dimensioned" is as
accurate as tbe subject matter permits, noting that tbe
patent law does not require tbat all possible lengths
corresponding to tbe spaces in hundreds of different
automobiles be listed in the patent, let alone tbat they
be listed in tbe claims.

A. "About"

The term "about" used to define tbe area of tbe
lower end of a mold as between 25 to about 45% of
the mold entrance was held to be clear, but flexible.
Ex parte Eastwood, 163 USPQ 316 (Bd. App. 1968).
Similarly, in WL. Gore & Associates, Inc. v. Garlock,
Inc., 721 F.2d 1540,220 USPQ 303 (Fed. Cir. 1983),
tbe court held that a limitation defining the stretch rate
of a plastic as "exceeding about 10% per second" is
definite because infringement could clearly be
assessed through tbe use of a stopwatch. However, tbe
court held tbat claims reciting "at least about" were
invalid for indefiniteness where tbere was close prior
art and there was nothing in tbe specification, prose
cution history, or tbe prior art to provide any indica
tion as to what range of specific activity is covered by
tbe term "about." Amgen, Inc. v. Chugai Pharmaceu
tical Co., 927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cir.
1991).

The phrase "a silicon dioxide source tbat is essen
tially free of alkali metal" was held to be definite
because the specification contained guidelines and
examples that were considered sufficient to enable a
person of ordinary skill in tbe art to draw a line
between unavoidable impurities in starting materials
and essential ingredients. In re Marosi, 710 F.2d 799,
218 USPQ 289 (CCPA 1983). The court further
observed that it would be impractical to require appli
cants to specify a particular number as a cutoff
between tbeir invention and the prior art.

C. "Similar"

The term "similar" in the preamble of a claim that
was directed to a nozzle "for high-pressure cleaning
units or similar apparatus" was held to be indefinite
since it was not clear what applicant intended to cover
by tbe recitation "similar" apparatus. Ex parte Kris
tensen, 10 USPQ2d 1701 (Bd. Pat. App. & Inter.
1989).

A claim in a design patent application which read:
"The ornamental design for a feed bunk or similar
structure as shown and described." was held to be
indefinite because it was unclear from the specifica
tion what applicant intended to cover by the recitation
of "similar structure" Ex parte Pappas, 23 USPQ2d
1636 (Bd. Pat. App. & Inter. 1992).

D. "Substantially"

The term "substantially" is often used in conjunc
tion with another term to describe a particular charac
teristic of tbe claimed invention. It is a broad term. In
re Nehrenberg, 280 F.2d 161, 126 USPQ 383 (CCPA
1960). The court held tbat the limitation "to substan
tially increase tbe efficiency of tbe compound as a
copper extractant" was definite in view of tbe general
guidelines contained in the specification. In re Matti
son, 509 F.2d 563, 184 USPQ 484 (CCPA 1975). The
court held tbat the limitation "which produces sub
stantially equal E and H plane illumination patterns"
was definite because one of ordinary skill in tbe art
would know what was meant by "substantially equal."
Andrew Corp. v. Gabriel Electronics, 847 F.2d 819,
6 USPQ2d 2010 (Fed. Cir. 1988).

2100-197 August2001



2173.05(c) MANUAL OF PATENT EXAMINING PROCEDURE

F. Other Terms

2173.05(c) Numerical Ranges and
Amounts Limitations

Generally; the recitation of specific numerical
ranges in a claim does not raise an issue of whether a
claim is definite.

The addition of the word "type" to an otherwise
definite. expression (e.g., Friedel-Crafts catalyst)
extends the scope of the expression so .as to render it
indefinite. Ex parte Copenhaver, 109 USPQ 118
(Bd. App. 1955). Likewise, the phrase "ZSM-5-type
aluminosilicate zeolites" was held to be indefinite
because it was unclear what "type" was intended to
convey. The interpretation was made more difficnlt by
the fact that the zeolites defined in the dependent
claims were not within the genus of the type of zeo
lites defined in the independent claim. Ex parte Attig,
7 USPQ2d 1092 (Bd. Pat. App. & Inter. 1986).

NARROW AND BROADER RANGES IN
THE SAME CLAIM

Use of a narrow numerical range that falls within a
broader range in the same claim may render the claim
indefinite when the boundaries of the claim are not
discernible, Description of examples and preferences
is properly set forth in the specification rather than in
a single claim. A narrower range or preferred embodi
ment may also be set forth in another independent
claim or in a dependent claim. If stated in a single
claim, examples and preferences lead to confusion
over the intended scope of the claim. In those
instances where it is not clear whether the claimed
narrower range is a limitation, a rejection under 35
U.S:C. 112, second paragraph should be made. The
Examiner should analyze whether the metes and
bounds of the claim are clearly set forth. Examples of
claim language which have been held to be indefinite
are (A) "a temperature of between 45 and 78 degrees
Celsius, preferably between 50 and 60 degrees Cel
sius"; and (B) "a predetermined quantity, for example,
the maximum capacity."

While a single claim that includes both a broad and
a narrower range may be indefinite, it is not improper
under 35 U.S.c, 112, second paragraph to present a
dependent claim that sets forth a narrower range for
an element than the range set forth in the claim from
which it depends. For example, if claim I reads "A
circuit ... wherein the resistance is 70-150 ohms." and
claim 2 reads "The circuit of claim 1 wherein the
resistance is 70-100 ohms.", then claim 2 should not
be rejected as indefinite.

n. OPEN-ENDED NUMERICAL RANGES

I.

Open-ended numerical ranges should be carefully
analyzed for definiteness. For example, when an inde
pendent claim recites a composition comprising "at
least 20% sodium" and a dependent claim sets forth
specific amounts of nonsodium ingredients which add
up to 100%, apparently to the exclusion of sodium, an
ambiguity is created with regard to the "at least" limi
tation (unless the percentages of the nonsodium ingre
dients are based on the weight of the nonsodinm
ingredients). On the other hand, the court held that a
composition claimed to have a theoretical content
greater than 100% (i.e., 20-80% of A, 20-80% of B,
and 1"25% of C) was not indefinite simply because
the claims may be read in theory to include composi-

"Type"

The phrases "relatively shallow," "of the order of,"
"the order of about Smm,' and "substantial portion"
were held to be indefinite because the specification
lacked some standard for measuring the degree
intended and, therefore, properly rejected as indefinite
under 35 U.S.C. 112, second paragraph. Exparte Oet
iker, 23 USPQ2d 1641 (Bd. Pat. App. & Inter. 1992).

The term "or like material" in the context of the
limitation "coke, brick, or like material" was held to
render the claim indefinite since it was not clear how
the materials other than coke or brick had to resemble
the two specified materials to satisfy the limitations of
the claim. Ex parte Caldwell, 1906 C.D. 58 (Comm'r
Pat. 1906).

The terms "comparable" and "superior" were held
to be indefinite in the context of a limitation relating
the characteristics of the claimed material to other
materials - "properties that are superior to those
obtained with comparable" prior art materials. Ex
parte Anderson, 21 USPQ2d 1241 (Bd. Pat. App. &
Inter. 1991). .It was not clear from the specification
which properties had to be compared and how compa
rable the properties would have to be to determine
infringement issues. Further, there was no guidance as
to the meaning of the term "superior."

E.
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tions that are impossible in fact to formnlate. It was
observed that subject matter which cannot exist in fact
can neither anticipate nor infringe a claim. In re
Kroekel, 504 F.2d 1143, 183 USPQ 610 (CCPA 1974).

In a claim directed to a chemical reaction process, a
limitation required that the amount of one ingredient
in the reaction mixture should "be maintained at less
than 7 mole percent" based on the amount of another
ingredient. The examiner argued that the claim was
indefinite because the limitation sets only a maximum
amount and is inclusive of substantially no ingredient
resulting in termination of any reaction. The court did
not agree be cause the claim was clearly directed to a
reaction process which did not warrant distorting the
overall meaning of the claim to preclude performing
the claimed process. In re Kirsch, 498 F.2d 1389,
182 USPQ 286 (CCPA 1974).

Some terms have been determined to have the fol
lowing meanings in the factual situations of the
reported cases: the term "up to" includes zero as a
lower limit, In re Mochel, 470 F.2d 638, 176 USPQ
194 (CCPA 1974); and "a moisture content of not
more than 70% by weight" reads on dry material, Ex
parte Khusid, 174 USPQ 59 (Bd. App. 1971).

III. "EFFECTIVE AMOUNT"

The common phrase "an effective amount" mayor
may not be indefinite. The proper test is whether or
not one skilled in the art could determine specific val
ues for the amount based on the disclosure. See In re
Mattison, 509 F.2d 563, 184 USPQ 484 (CCPA 1975).
The phrase "an effective amount ... for growth stimu
lation" was held to be definite where the amount was
not critical and those skilled in the art wonld be able
to determine from the written disclosure, including
the examples, what an effective amount is. In re Hal
leck, 422 F.2d 911, 164 USPQ 647 (CCPA 1970). The
phrase "an effective amount" has been held to be
indefinite when the claim fails to state the function
which is to be achieved and more than one effect can
be implied from the specification or the relevant art.
In re Fredericksen 213 F.2d 547, 102 USPQ
35 (CCPA 1954). The more recent cases have tended
to accept a limitation such as "an effective amount" as
being definite when read in light of the supporting
disclosure and in the absence of any prior art which
wonld give rise to uncertainty about the scope of the
claim. In Ex parte Skuballa, 12 USPQ2d 1570 (Bd.

Pat. App. & Inter. 1989), the Board held that a phar
maceutical composition claim which recited an
"effective amount of a compound of claim I" without
stating the function to be achieved was definite, par,
ticularly when read in light of the supporting disclo
sure which provided guidelines as to the intended
utilities and how the uses could be effected.

2173.05(d) Exemplary Claim Language
("for example," "such as")

Description of examples or preferences is properly
set forth in the specification rather than the claims. If
stated in the claims, examples and preferences lead to
confusion over the intended scope of a claim. In those
instances where it is not clear whether the claimed
narrower range is a limitation, a rejection under 35
U.S.c. 112, second paragraph should be made. The
Examiner should analyze whether the metes and
bounds of the claim are clearly set forth. Examples of
claim language which have been held to be indefinite
because the intended scope of the claim was unclear
are:

(A) "R is halogen, for example, chlorine";
(B) "material such as rock wool or asbestos" Ex

parte Hall, 83 USPQ 38 (Bd. App. 1949);
(C) "lighter hydrocarbons, such, for example, as

the vapors or gas produced" Ex parte Hasche, 86
USPQ 481 (Bd. App. 1949); and

(D) "normal operating conditions such as while in
the container of a proportioner" Ex parte Steigerwald;'
131 USPQ 74 (Bd. App. 1961).

2173.05(e) Lack of Antecedent Basis

A claim is indefinite when it contains words or
phrases whose meaning is unclear. The lack of clarity
could arise where a claim refers to "said lever" or "the
lever," where the claim contains no earlier recitation
or limitation of a lever and where it would be unclear
as to what element the limitation was making refer
ence-. Similarly, if two different levers are recited ear
lier in the claim, the recitation of "said lever" in the
same or subsequent claim would be unclear where it
is uncertain which of the two levers was intended. A
claim which refers to "said aluminum lever," but
recites only "a lever" earlier in the claim, is indefinite
because it is uncertain as to the lever to which refer
ence is made. Obviously, however, the failure to pro-
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vide explicit antecedent basis for terms does not
always render a claim indefinite. If the scope of a
claim would be reasonably ascertainable by those
skilled in the art, then the claim is not indefinite. Ex

parte Porter, 25 USPQ2d 1144, 1145 (Bd. Pat. App.
& Inter. 1992) ("controlled stream of fluid" provided
reasonable antecedent basis for "the controlled
fluid"). Inherent components of elements recited have
antecedent basis in the recitation of the components
themselves. For example, the limitation "the outer
snrface of said sphere" would not require an anteced
ent recitation that the sphere has an outer surface.

EXAMINER SHOULD SUGGEST CORREC
TIONS TO ANTECEDENT PROBLEMS

Antecedent problems in the claims are typically
drafting oversights that are easily corrected once they
are broughtto the attention of applicant. The exam
iner's task of making sure the claim language com
plies with the requirements of the statute should be
carried out in a positive and constructive way, so that
minor problems can be identified and easily corrected,
and so that the major effort is expended on more sub
stantive issues. However, even though indefiniteness
in claim language is of semantic origin, it is not ren

deredunobjectionable simply because it could have
been corrected. In re Hammack, 427 F.2d 1384 n.5,
166 USPQ 209 n.5 (CCPA 1970).

A CLAIM TERM WHICH HAS NO ANTECED
ENT BASIS IN THE DISCLOSURE IS NOT
NECESSARILY INDEFINITE

The mere fact that a term or phrase used in the
claim has no antecedent basis in the specification dis
closure does not mean, necessarily, that the term or
phrase is indefinite. There is no requirement that the
words in the claim must match those used in the spec
ification disclosure. Applicants are given a great deal
of latitude in how they choose to define their inven
tion so long as the terms and phrases used define the
invention with a reasonable degree of clarity and pre
cision.

A CLAIM IS NOT PER SE INDEFINITE IF THE
BODY OF THE CLAIM RECITES ADDI
TIONAL ELEMENTS WHICH DO NOT AP
PEAR IN THE PREAMBLE

The mere fact that the body of a claim recites addi
tional elements which do not appear ·in the claim's
preamble does not render the claim indefinite under
35 U.S.C. 112, second paragraph. See In re Larsen,
No. 01-1092 (Fed. Cir. May 9, 2001) (unpublished)
(The preamble of the Larsen claim recited only a
hanger and a loop but the body of the claim positively
recited a linear member. The examiner rejected the
claim under 35 U.S.C. 112, second paragraph because
the omission from the claim's preamble of a critical
element (i.e., a linear member) renders that claim
indefinite. The court reversed the examiner's rejection
and stated that the totality of all the limitations of the
claim and their interaction with each other must be
considered to ascertain the inventor's contribution to
the art. Upon review of the claim in its entirety, the
court concluded that the claim at issue apprises one of
ordinary skill in the art of its scope and, therefore,
serves the notice function required by 35 U.S.C. 112,
paragraph 2.).

2173.05(1) Reference to Limitations
in Another Claim

A claim which makes reference to a preceding
claim to define a limitation is an acceptable claim
construction which should not necessarily be rejected
as improper or confusing under 35 U.S.C. 112, second
paragraph. For example, claims which read: "The
product produced by the method of claim I." or "A
method of producing ethanol comprising contacting
amylose with the culture of claim I under the follow
ing conditions ....." are not indefinite under 35 U.S.c.
112, second paragraph, merely because of the refer
ence to another claim. See also Ex parte Porter,
25USPQ2d 1144 (Bd. Pat. App. & Inter. 1992) where
reference to "the nozzle of claim?" in a method claim
was held to comply with 35 U.S.C. 112, second para
graph. However, where the format of making refer
ence to limitations recited in another claim results in
confusion, then a rejection would be proper under
35 U.S.C. 112, second paragraph.
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2173.05(g) Functional Limitations

A functional limitation is an attempt to define
something by what it does, rather than by what it is
(e.g., as evidenced by its specific sttucture or specific
ingredients). There is nothing inherently wrong with
defining some part of an invention in functional
terms. Functional language does not, in and of itself,
render a claim improper. Inre Swinehart, 439 F.2d
210, 169 USPQ 226 (CCPA 1971).

A functional limitation must be evaluated and con
sidered, just like any other limitatiou of the claim, for
what it fairly conveys to a person of ordinary skill in
the pertinent art in the context in which it is used. A
functional limitation is often used in association with
an element, ingredient, or step of a process to define a
particular capability or purpose that is served by the
recited element, ingredient or step. Whether or not the
functional limitation complies with 35 U.S.C. 112,
second paragraph is a different issue from whether the
limitation is properly supported under 35 U.S.c. 112,
first paragraph or is distinguished over the prior art. A
few examples are set forth below to illustrate situa
tions where the issue of whether a functional limita
tion complies with 35 U.S.C. 112, second paragraph
was considered.

It was held that the limitation used to define a radi
cal on a chemical compound as "incapable of forming
a dye with said oxidizing developing agent" although
functional, was perfectly acceptable because it set
definite boundaries on the patent protection sought. In
re Barr, 444 F.2d 588, 170 USPQ 33 (CCPA 1971).

In a claim that was directed to a kit of component
parts capable of being assembled, the Court held that
limitations such as "members adapted to be posi
tioned" and "portions ... being resiliently dilatable
whereby said housing may be slidably positioned"
serve to precisely define present sttuctural attributes
of interrelated component parts of the claimed assem
bly. In re Venezia, 530 F.2d 956, 189 USPQ 149
(CCPA 1976).

2173.05(h) Alternative Limitations

I. MARKUSH GROUPS

Alternative expressions are permitted if they
present no uncertainty or ambiguity with respect to
the question of scope or clarity of the claims. One
acceptable form of alternative expression, which is

commonly referred to as a Markush group, recites
members as being "selected from the group consisting
of A, B and C." See Ex parte Markush, 1925 C.D. 126
(Comm'r Pat. 1925).

Ex parte Markush sanctions claiming a genus
expressed as a group consisting of certain specified
materials. Inventions in metallurgy, refractories,
ceramics, pharmacy, pharmacology and biology are
most frequently claimed under the Markush formula
but purely mechanical features or process steps may
also be claimed by using the Markush style of claim
ing. See Ex parte Head, 214 USPQ 551 (Bd, App.
1981); In re Gaubert, 524 F.2d 1222, 187 USPQ 664
(CCPA 1975); and In re Harnisch, 631 F.2d 716, 206
USPQ 300 (CCPA 1980). It is improper to use the
term "comprising" instead of "consisting of." Ex
parte Dotter, 12 USPQ 382 (Bd. App. 1931).

The use of Markush claims of diminishing scope
should not, in itself, be considered a sufficient basis
for objection to or rejection of claims. However, if
such a practice renders the claims indefinite or if it
results in undue multiplicity, an appropriate rejection
should be made.

Similarly, the double inclusion of an element by
members of a Markush group is not, in itself, suffi
cient basis for objection to or rejection of claims.
Rather, the facts in each case must be evaluated to
determine whether or not the multiple inclusion of
one or more elements in a claim renders that claim
indefinite. The mere fact that a compound may be
embraced by more than one member of a Markush
group recited in the claim does not necessarily render
the scope of the claim unclear. For example, the
Markush group, "selected from the group consisting
of amino, halogen, nitro, chloro and alkyl" should be
acceptable even though "halogen" is generic to
"chloro,"

The materials set forth in the Markush group ordi
narily must belong to a recognized physical or chemi
cal class or to an art-recognized class. However, when
the Markush group occurs in a claim reciting a pro
cess or a combination (not a single compound), it is
sufficient if the members of the group are disclosed in
the specification to possess at least one property in
common which is mainly responsible for their func
tion in the claimed relationship, and it is clear from
their very nature or from the prior art that all of them
possess this property. While in the past the test for
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Markush-typeclaims was applied as liberally as pos
sible, present practice which holds that claims reciting
Markush groups are not generic claims (MPEP § 803)
may subject the groups to a more stringent test for
propriety of the recited members. Where a Markush
expression is applied only to a portion of a chemical
compound, the propriety of the grouping is deter
mined by a consideration of the compound as a whole,
and does not depend on there being a community of
properties in the members of the Markush expression.

When materials recited in a claim are so related as
to constitute a proper Markush group, they may be
recited in the conventional manner, or alternatively.
For example, if "wherein R is a material selected from
the group consisting of A, B, C and D" is a proper
limitation, then "wherein R is A, B, C or D" shall also
be considered proper.

Subgenus Claim

Genus, subgenus, and Markush-type claims, if
properly supported by the disclosure, are all accept
able ways for applicants to claim their inventions.
They provide different ways to present claims of dif
ferent scope. Examiners should therefore not reject
Markush-type claims merely because there are genus
claims that encompass the Markush-type claims.

See also MPEP § 608.01(p) and § 715.03.
See MPEP § 803.02 for restriction practice re

Markush-typeclaims.

II. "OR" TERMINOLOGY

Alternative expressions using "or" are acceptable,
such as "wherein R is A, B, C, or D." The following
phrases were each held to be acceptable and not in
violation of 35 U.S.C. 112, second paragraph in In re
Gaubert, 524 F.2d 1222, 187 USPQ 664 (CCPA
1975): "made entirely or in part of'; "at least one
piece"; and "iron, steel or any other magnetic mate
rial."

III. "OPTIONALLY"

An alternative format which requires some analysis
before concluding whether or not the language is
indefinite involves the use of the term "optionally." In
Ex parte Cordova, 10 USPQ2d 1949 (Bd: Pat. App. &
Inter. 1989) the language "containing A, B, and
optionally C" was considered acceptable alternative
language because there was no ambiguity as to which

alternatives are covered by the claim. A similar hold
ing was reached with regard to the term "optionally"
in Ex parte Wu, 10 USPQ2d 2031 (Bd. Pat. App. &
Inter. 1989). In the instance where the list of potential
alternatives can vary and ambiguity arises, then it is
proper to make a rejection under 35 U.S.C. 112, sec
ond paragraph and explain why there is confusion.

2173.05(i) Negative Limitations

The current view of the courts is that there is noth
ing inherently ambiguous or uncertain about a nega
tive limitation. So long as the boundaries of the patent
protection sought are set forth definitely, albeit nega
tively, the claim complies with. the requirements of
35 U.S.C. 112, second paragraph. Some older cases
were critical of negative limitations because they
tended to define the invention in terms of what it was
not, rather than pointing out the invention. Thus, the
court observed that the limitation "R is an alkenyl rad
ical other than 2-butenyl and 2,4-pentadienyl" was a
negative limitation that rendered the claim indefinite
because it was an attempt to claim the invention by
excluding what the inventors did not invent rather
than distinctly and particularly pointing out what they
did invent. In re Schechter, 205 F.2d 185, 98 USPQ
144 (CCPA 1953).

A claim which recited the limitation "said
homopolymer being free from the proteins, soaps, res
ins, and sugars present in natural Hevea rubber" in
order to exclude the characteristics of the prior art
product, was considered definite because each recited
limitation was definite. In re Wakefield, 422 F.2d 897,
899, 904, 164 USPQ 636, 638, 641 (CCPA 1970). In
addition, the court found that the negative limitation
"incapable of forming a dye with said oxidized devel
oping agent" was definite because the boundaries of
the patent protection sought were clear. In re Barr,
444 F.2d 588, 170 USPQ 330 (CCPA 1971).

Any negative limitation or exclusionary proviso
must have basis in the original disclosure. If alterna
tive elements are positively recited in the specifica
tion, they may be explicitly excluded in the claims.
See In re Johnson, 558 F.2d 1008, 1019, 194 USPQ
187, 196 (CCPA 1977) ("[the] specification, having
described the whole, necessarily described the part
remaining."). See also Ex parte Grasselli, 231 USPQ
393 (Bd. App. 1983), aff'd mem., 738 F.2d 453 (Fed.
Cir. 1984). The mere absence of a positive recitation
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is not basis for an exclnsion. Any claim containing a
negative limitation which does not have basis in the
original disclosure should be rejected under 35 U.S.C.
112, first paragraph as failing to comply with the writ
ten description requirement. Note that a lack of literal
basis in the specification for a negative limitation may
not be sufficient to establish a prima facie case for
lack of descriptive support. Ex parte Parks, 30
USPQ2d 1234, 1236 (Bd. Pat. App. & Inter. 1993).
See MPEP § 2163 - § 2163.07(b) for a discussion of
the written description requirement of 35 U.S.C. 112,
first paragraph.

2173.05(j) Old Combination

A CLAIM SHOULD NOT BE REJECTED ON
THE GROUND OF OLD COMBINATION

With the passage of the 1952 Patent Act, the courts
and the Board have taken the view that a rejection
based on the principle of old combination is NO
LONGER VALID. Claims should be considered
proper so long as they comply with the provisions of
35 U.S.C. 112, second paragraph.

A rejection on the basis of old combination was
based on the principle applied in Lincoln Engineering
Co. v. Stewal1-Warner Corp., 303 U.S. 545, 37 USPQ
'1 (1938). The principle was that an inventor who
made an improvement or contribution to but one ele
ment of a generally old combination, should not be
able to obtain a patent on the entire combination
including the new and improved element. A rejection
required the citation of a single reference which
broadly disclosed a combination of the claimed ele
ments functionally cooperating in substantially the
same manner to produce substantially the same results
as that of the claimed combination. The case of In re
Hall, 208 F.2d 370, 100 USPQ 46 (CCPA 1953) illus
trates an application of this principle.

The court pointed out in In re Bernhardt, 417 F.2d
1395, 163 USPQ 611 (CCPA 1969) that the statutory
language (particularly point out and distinctly claim)
is the only proper basis for an old combination rejec
tion, and in applying the rejection, that language
determines what an applicant has a right and obliga
tion to do. A majority opinion of the Board of Appeals
held that Congress removed the underlying rationale

of Lincoln Engineering in the 1952 Patent Act, and
thereby effectively legislated that decision out of
existence. Ex parte Barber, 187 USPQ 244 (Bd. App.
1974). Finally, the Court of Appeals for the Federal
Circuit, in Radio Steel and Mfg. Co. v. MTD Products,
Inc., 731 F.2d 840, 221 USPQ 657 (Fed. Cir. 1984),
followed the Bernhardt case, and ruled that a claim
was not invalid under Lincoln Engineering because
the claim complied with the requirements of
35 U.S.C. 112, second paragraph. Accordingly, a
claim should not be rejected on the ground of old.
combination.

2173.05(k) Aggregation

Rejections on the ground of aggregation should be
based upon a lack of cooperation between the ele
ments of the claim.

Example of aggregation: A washing machine asso
ciated with a dial telephone.

A claim is not necessarily aggregative because the
various elements do not function simultaneously, e.g.,
a typewriter. In re Worrest, 201 F.2d 930, 96 USPQ
381 (CCPA 1953). Neither is a claim necessarily
aggregative merely because elements which do coop
erate are set forth in specific detail.

A rejection on aggregation should be made only
after consideration of the court's comments in In re
Gustafson, 331 F.2d 905, 141 USPQ 585 (CCPA
1964), wherein the court indicated it is improper to
reject claims as "aggregative" without specifying the
statutory basis of the rejection, i.e., an applicant is
entitled to know whether his claims are being rejected
under 35 U.S.C. 101, 103, or 112. In Gustafson, the
court found that the real objection to the claims was
that they failed to comply with 35 U.S.C. 112, second
paragraph.

2173.05(m) Prolix

Examiners should reject claims as prolix only when
they contain such long recitations or unimportant
details that the scope of the claimed invention is ren
dered indefinite thereby. Claims are rejected as prolix
when they contain long recitations that the metes and
bounds of the claimed subject matter cannot be deter
mined.
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2173.05(n) Multiplicity

37 CFR 1.75. Claim(s).
(a) The. specification must conclude with a claim particu

larly pointing' out and distinctly claiming the subjectmatter which

the applicantregards as his invention or discovery.
(b) More than one claimmay be presented provided they dif

fer substantially from each other and are not unduly multiplied.
(c) _One or more claims may be presented in dependent form,

referring back to and further limiting another claim or claims in
the same application. Any dependent _claim which refers to more
than' one other claim ("multiple dependent claim;') shall refer to
such other claims in the alternative only. -A 'multiple -dependent

claim shall not serve as a basis for any other multiple dependent
claim. For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims to
which direct reference is made therein. For fee calculation pur
poses, also, any claim depending from a multiple dependent claim
will be considered to be that number of claims to which direct ref
erence is made in that multiple dependent claim. In addition to the
other filing fees, any original application which is filed with, or is
amended to include, multiple dependent claims must have paid
the fee set forth in § 1.16(d). Claims independent form shall be
construed to include all the limitations of the claim incorporated
by reference into the dependent claim. A multiple dependent
claim shall be construed to incorporate by reference all the limita
tionsof each of the particular claims In relation to which it is
being considered.

(d) (1) The claim or claims must conform to the invention as
set forth i~ the remainder of the specification and the terms, and
phrases used in the claims must find clear support or an~cedent

basis in the description so that the meaning of the terms may'be
ascertained by reference to the description, (See,§ ,1.58(a))~

(2) See §§ 1.141 to 1.146 as to claiming differeniinven
tions in oneapplication.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain',in the fol
lowing order, (1) a preamble comprising a general description-of
all elements, or steps of the claimed combination which are"con
ventional or known, ,(2) a phrase such as "wherein the improve
ment comprises," and (3) those elements, steps, and/or
relationships which constitute that portion of the claimed combi
nation which the-applicant regards as the new or improved por
tion.

(f) If there are several claims, they shall be numbered con
secutively in Arabic numerals.

(g) The least restrictive claim should. be,presented as. claim
number I, and all dependent claims should be grouped together
with the claim or claims to which they refer to the extent practica
ble.

(h) The claim or claims must commence on a separate sheet.
(i) Where a claim sets forth a plurality of elements or steps,

each element or step of the claim should be separated by a line
indentation.

An unreasonable number of claims, that is, unrea
sonable in view of the nature and scope of applicant's

invention and the state of the art; may afford a basis
for a rejection on the ground of multiplicity. A rejec
tion on this ground should include all the claims in the
case inasmuch as it relates to confusion of the issue.

To avoid the possibility that an application which
has been rejected on the ground of undue multiplicity
of claims may be appealed to the Board of Patent
Appeals and Interferences prior to an examination on
the merits of at least some of the claims presented, the
examiner should, at the time of making the rejection
on the ground of multiplicity of claims, specify the
number of claims which in his or her judgment is suf
ficient to properly define applicant's invention and
require the applicant to select certain claims, not to
exceed the number specified, for examination on the
merits. The examiner should be reasonable in setting
the number to afford the applicant some latitude in
claiming the invention.

The earlier views of the Court of Customs and
Patent Appeals on multiplicity were set forth in In re
Chandler, 254F.2d396, 117 USPQ 361 (1958) and In
reChandler, 319 F.2d211, 2.25, 138USPQ 138, 148
(1963) (Applicant's latitude in stating their claims in
regard to number and phraseology employed "should
not be extended to sanction that degree of repetition
and multiplicity which beclouds definition in a maze
of confusion."). These views have been somewhat
revised by its views in In re Flint, 411 F.2d 1353,
1357, 162 USPQ 228; 231 (CCPA 1969) ("The [42]
claims differed from one another and we have no dif
ficulty in understanding the scope of protection. Nor
is it clear, on this record, that the examiner or board
was confused by the presentation of claims in this
case or that the public will be.") and In re Wakefield,
422 F.2d 897, 902,164 USPQ636, 639 (CCPA 1970)
("ExamiJ;lation of forty claims in a single application
may be tedious work. but this is no reason for saying
that the invention is obscured by the large number of
claims. We note that the claims were clear enough for
the examiner to apply references against all of them in
his first action.").

If a rejection on multiplicity is in order the exam
iner should make a telephone call explaining that the
claims are unduly multiplied and will be rejected on
thatground. Note MPEP § 408. The examiner should
request selection of a specified number of claims for
purposes of examination.
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If time for consideration is reqnested arrangements
should be made for a second telephone call, prefera
bly within three working days.

When claims are selected, a formal multiplicity
rejection is made, including a complete record of the
telephone interview, followed by an action on.. the
selected claims. .

When applicant refuses to comply with the tele
phone request, a formal multiplicity rejection is made.
The applicant's reply to a formal multiplicity rejection
of the examiner, to be complete, must either:

(A) Reduce the number of claims presented to
those selected previously by telephone, or if no previ
ous selection has been made to a number not exceed
ing the number specified by the examiner in the
Office action, thus overcoming the rejection based
upon the ground of multiplicity, or

(B) In the event of a traverse of said rejection
applicant, besides specifically pointing out the sup
posed errors of the multiplicity rejection, is required
to confirm the selection previously made by tele
phone, or if no previous selection has been made,
select certain claims for purpose of examination, the
number of which is not greater than the number speci
fied by the examiner.

If the rejection on multiplicity is adhered to, all
claims retained will be included in such rejection and
the selected claims only will be additionally examined
on their merits. This procedure preserves applicant's
right to have the rejection on multiplicity reviewed by
the Board of Patent Appeals and Interferences.

Also, it is possible to reject one claim on an
allowed claim if they differ only by subject matter old
in the art. This ground of rejection is set forth in Ex
parte Whitelaw, 1915 C.D. 18, 219 O.G. 1237
(Comm'r Pat. 1914). The Ex parte Whitelaw doctrine
is restricted to cases where the claims are unduly mul
tiplied or are substautial duplicates. Ex parte Kochan,
131 USPQ 204, 206 (Bd. App. 1961).

2173.05(0) Double Inclusion

There is no per serule that "double inclusion" is
improper in a claim. In re Kelly, 305 F.2d 909, 916,
134 USPQ 397, 402 (CCPA 1962) ("Automatic reli
anceupon a ' rule against double inclusion' will lead

to as many unreasonable interpretations as will auto
matic reliance upon a 'rule allowing double inclu
sion' . The governing consideration is not double
inclusion, but ratheris what is a reasonable construc
tion of the language of the claims."). Older cases,
such as Ex parte White, 759 O.G.783 (Bd, App. 1958)
and Ex parte Clark, 174 USPQ 40 (Bd. App. 1971)
should be applied with care, according to the facts of
each case.

The facts in each case must be evaluated to deter
mine whether or not the multiple inclusion of one or
more elements in a claim gives rise to indefiniteness
in.that claim. The mere fact that a compound may be
embraced by more than one member of a Markush
group recited in the claim does not lead to any uncer
tainty as to the scope of that claim for either examina
tion or infringement purposes. On the other hand,
where a claim directed to a device can be read to
include the same element twice, the claim may be
indefinite. Ex parte Kristensen, 10. USPQ2d1701
(Bd. Pat. App. & Inter. 1989).

2173.05(p) Clalm Directed to Product-By
Process or Product and Process

There are many situations where claims are permis
sively drafted to include a reference to more than one
statutoryclass of invention.

I. PRODUCT·BY·PROCESS

A product-by-process claim, which is a product
claim that defines the claimed product in terms of the
process by which it is made, is proper. In re Luck, 476
F.2d 650, 177 USPQ 523 (CCPA 1973); In re Pilking
ton, 411 F.2d 1345, 162 USPQ 145 (CCPA 1969); In
re Steppan, 394 F.2d 1013, 156 USPQ 143 (CCPA
1967). A claimto a device, apparatus, manufacture, or
composition of matter may contain a reference to the
process in which it is intended to be used without
being objectionable under 35 U.S.c. 112, second
paragraph, so long as it is clear that the claim is.
directed to the product and not the process.

An applicant may present claims .of varying scope
even if itis necessary to describe the claimed product
in product-by-process terms. Ex parte Pantzer, 176
USPQ 14L(Bd.App.1972).
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II. PRODUCT AND PROCESS IN THE SAME
CLAIM

A single claim which claims both an apparatus and
the method steps of using the apparatus is indefinite
under 35 U.S.C. 112, second paragraph. In Ex parte
Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Inter. 1990),
a claim directed to an automatic transmission work
stand and the method steps of using it was held to be
ambiguous and properly rejected under 35 U.S.c.
112, second paragraph.

Such claims should also be rejected under
35 U.S.c. 101 based on the theory that the claim is
directed to neither a "process" nor a "machine," but
rather embraces or overlaps. two different statutory
classes of invention set forth in 35 U.S.C. WI which
is drafted so as to set forth the statutory classes of
invention in the alternative only. !d. at 1551.

2173.05(q) "Use" Claims

Attempts to claim a process without setting forth
any steps involved in the process generally raises an
issue of indefiniteness under 35 U.S.c. 112, second
paragraph. For example, a claim which read: "A pro
cess for using monoclonal antibodies of claim 4 to
isolate and purify human fibroblast interferon." was
held to be indefinite because it merely recites a use
withoutany active, positive steps delimiting how this
use is actually practiced. Ex parte Erlich, 3 USPQ2d
1011 (Bd. Pat. App. & Inter. 1986).

Other decisions suggest that a more appropriate
basis for this type of rejection is 35 u.s.c. 101. In Ex
parte Dunki, 153 USPQ 678 (Bd. App. 1967), the
Board held the following claim to be an improper def
inition of a process: "The use of a high carbon austen
itic iron alloy having a proportion of free carbon as a
vehicle brake part subject to stress by sliding fric
tion." In Clinical Products Ltd. v. Brenner, 255 F.
Supp. 131,149 USPQ 475 (D.D.C. 1966), the district
court held the following claim was definite, but that it
was not a proper process claim under 35 U.S.C. WI:
'The use of a sustained release therapeutic agent in
the body of ephedrine absorbed upon polystyrene sul
fonic acid."

Although a claim should be interpreted in light of
the specification disclosure, it is generally considered
improper to read limitations contained in the specifi
cation into the claims. See In re Prater, 415 F.2d
1393, 162 USPQ 541 (CCPA 1969) and In re

Winkhaus, 527 F.2d 637, 188 USPQ 129 (CCPA
1975), which discuss the premise that one cannot rely
on the specification to impart limitations to the claim
that are not recited in the claim.

A "USE" CLAIM SHOULD BE REJECTED
UNDER ALTERNATIVE GROUNDS BASED ON
35 U.S.C 101 AND 112

In view of the split of authority as discussed above,
the most appropriate course of action would be to
reject a "use" claim under alternative grounds based
on 35 u.s.c. 101 and 112.

BOARD HELD STEP OF "UTILIZING" WAS
NOT INDEFINITE

It is often difficult to draw a fine line between what
is permissible, and what is objectionable from the per
spective of whether a claim is definite. In the case of
Ex parte Porter, 25 USPQ2d 1144 (Bd. Pat. App. &
Inter. 1992), the Board held that a claim which clearly
recited the step of "utilizing" was not indefinite under
35 U.S.C. 112, second paragraph. (Claim was to "A
method for unloading nonpacked, nonbridging and
packed, bridging flowable particle catalyst and bead
material from the opened end of a reactor tube which
comprises ntilizing the nozzle of claim 7.").

2173.05(r) Omnibus Claim

Some applications are filed with an omnibus claim
which reads as follows: A device substantially as
shown and described. This claim should be rejected
under 35 U.S.C. 112, second paragraph because it is
indefmite in that it fails to point out what is included
or excluded by the claim language. See Ex parte Fres
sola, 27 USPQ2d 1608 (Bd. Pat. App. & Inter. 1993),
for a discussion of the history of omnibus claims and
an explanation of why omnibus claims do not comply
with the requirements of 35 U.S.C. 112, second para
graph.

Such a claim can be rejected using Form Paragraph
7.35. See MPEP § 706.03(d).

For cancelation of such a claim by examiner's
amendment, see MPEP § 1302.04(b).

2173.05(s) Reference to Figures or Tables

Where possible, claims are to be complete in them
selves.Incorporation by reference to a specific figure
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or table "is permitted only in exceptional circum
stances where there is no practical way to define the
invention in words and where it is more concise to
incorporate by reference thanduplicating a drawing or
table into the claim. Incorporation by reference is a
necessity doctrine, not for applicant's convenience."
Ex parte Fressola, 27 USPQ2d 1608, 1609 (Bd.Pat.
App. & Inter. 1993) (citations omitted).

Reference characters corresponding to elements
recited in the detailed description and the drawings
may be used in conjunction with the recitation of the
same element or group of elements in the claims. See
MPEP § 608.01(m).

2173.05(t) Chemical Formula

Claims to chemical compounds and' compositions
containing chemical compounds often use formulas
that depict the chemical structure of the compound.
These structures should not be considered indefinite
nor speculative in the absence of evidence that the
assigned formula is in error. The absence of corrobo
rating spectroscopic or other data cannotbe the basis
for finding the structure indefinite. See Ex parte Mor
ton, 134 USPQ 407 (Bd. App. 1961), and Ex parte
Sobin, 139 USPQ 528 (Bd. App. 1962).

A claim to a chemical compound is not indefiuite
merely because a structure is not presented or because
a partial structure is presented. For example, the claim
language at issue inIn re Fisher, 427 F.2d 833,
166 USPQ 18 (CCPA 1970) referred to a chemical
compound as a "polypeptide of at least 24 amino
acids having the following sequence." A rejection
under 35 U.S.C. 112, second paragraph for failure to
identify the entire structure was reversed and the court
held: "While, the absence of such a limitation obvi
ously broadens the claim and raises questions of suffi
ciency of disclosure, it does not render the claim
indefinite." Chemical compounds may be claimed by
a name that adequately describes the material to one
skilled in the art. See Martin v. Johnson, 454 F.2d 746,
172 USPQ 391 (CCPA 1972). A compound of
unknown structure may be claimed by a combination
ofphysical and chemical characteristics. See Exparte
Brian, 118 USPQ 242 (Bd. .App. 1958). A compound
may also be claimed in terms of the process by which
it is made without raising an issue of indefiniteness,

2173.05(u) Trademarks or Trade Names
in a Claim

The presence of a trademark or trade name in a
claim is not, per se, improper under 35 U.S.C. 112,
second paragraph, but the claim should be carefully
analyzed to determine how the mark or name, is used
in the claim. It is important to recognize that a trade
mark or trade name is used toIdentify a source of
goods, and not the goods themselves. Thus a trade
mark or trade name does not identify or describe the
goods associated with the trademark or trade name:
See definitions of trademark and trade name in
MPEP § 608.01(v). A list of some trademarks is
found in Appendix 1.

If the trademark or trade name is used in a claim as
a limitation to identify or describe a particular mate
rial or product, the claim does' not comply with the
requirements of the 35 U.S.C. 112, second paragraph.
Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982).
The claim scope is uncertain since the trademark or
trade name cannot be used properly to identify any
particular material or product. In fact, the value Of a
trademark would, be lost to the extent that it became
descriptive of a product, rather than used as an identi
fication of a source or origin of a product. Thns, the
use of a trademark or trade name in a claim to identify
or describe a material or product would not only ren
der a claim indefinite, but would also constitute an
improper use of the trademark or trade name.

If a trademark or trade name appears in a claim and
is not intended as a limitation in the claim, the ques
tion of why it is in the claim should be addressed.
Does its presence in the claim cause, confusion as to
the scope of the claim? If so, the claim should be
rejected under 35 U.S.c. 112, second paragraph.

2173.05(v) Mere Function of Machine

Process or method claims are not subject to rejec
tion by Ll.ScPatent and Trademark Office examiners
under 35 U.S.C. 112, second paragraph, solely on the
ground that they define the inherent function of a dis
closed machine or apparatus. In re Tarczy-Hornoch,
397 F.2d 856, 158 USPQ 141 (CCPA 1968). The
court in Tarcry-Hornoch held that a process claim,
otherwise patentable, should not be rejected merely
because the application of which it is part discloses
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apparatus which will inherently carry out the recited

steps.

2173.06 Prior Art Rejection of
Claim Rejected as Indefinite

2174 Relationship Between-the
Requirements of the First and
Second Paragraphs of 35 U.s.C.
112

All words in a claim must be considered in judging
the patentability of a claim against the prior art. In re

Wilson, 424 F.2d 1382, 165 USPQ 494 (CCPA 1970).
The fact that terms may be indefinite does not make
the claim obvious over the prior art. When the terms
of a claim are considered to be indefinite, at least two

approaches to the examination of an indefinite claim
relative to the prior art are possible.

First, where the degree of uncertainty is not
great, and where the claimis subject to more than one
interpretation and at least one interpretation would
render the claim unpatentable over the prior art, an
appropriate course of action would be for the exam
iner to enter two rejections: (A) a rejection based on
indefiniteness under 35 U.S.C. 112, second para
graph; and (B) a rejection over the prior art based on
the interpretation of the claims which renders the
prior art applicable. See, e.g., Ex parte Ionescu, 222

USPQ 537 (Bd. App. 1984). When making a rejection
over prior art in these circumstances, it is important
for the examiner to point out how the claim is being
interpreted. Second, where there is a great deal .of
confusion and uncertainty as to the proper interpreta
tion of the limitations of a claim, it would not be
proper to reject such a claim on the basis of prior art.
As stated in In re Steele, 305 F.2d 859, 134 USPQ 292
(CCPA 1962), arejection under 35 U.S.c. 103 should
not be based on considerable speculation about the
meaning of terms employed in a claim or assumptions
that must be made as to the scope of the claims.

The first approach is recommended from an exaini
nation standpoint because it avoids piecemeal exami
nation in the event that the examiner's 35 U.S.C. 112,
second paragraph rejection is not affirmed, and may
give applicant a better appreciation for relevant prior
art if the claims are redrafted to avoid the 35 U.S.C.
112, second paragraph rejection.

The requirements of the first and second paragraphs
of 35 U.S.c. 112 are separate and distinct. If a
description or the enabling disclosure of a specifica
tion is not commensurate in scope with the subject
matter encompassed by a claim, that fact alone does
not render the claim imprecise or indefinite or other
wise not in compliance with 35 U.S.C. 112; second
paragraph; rather, the claim is based on an insufficient
disclosure (35 U.S.C. 112, first paragraph) and should
be rejected on that ground. In re Borkowski, 422 F.2d
904,164 USPQ 642 (CCPA 1970). If the specification
discloses that a particular feature or element is critical
or essential to the practice of the invention, failure to
recite or include that particular feature or element in
the claims may provide a basis for a rejection based
on the ground that those claims are not supported by
an enabling disclosure. In re Mayhew, 527 F.2d 1229,
188 USPQ 356 (CCPA 1976). In Mayhew, the exam
iner argued that the only mode of operation of the pro
cess disclosed in the specification involved the use of
a cooling zone at a particular location in the process
ing cycle. The claims were rejected because they
failed to specify either a cooling step or the location
of the step in the process. The court was convinced
that the cooling bath and its location were essential,
and held that claims which failed to recite the use of a
cooling zone, specifically located, were not supported
by an enabling disclosure (35 U.S.c. 112, first para
graph).

Inaddition, if a claim is amended to include an
invention that is not describ~d in the application as
filed, arejection of that claim under 35 U.S.C. 112,
first paragraph as being directed to subject matter that
is not described in the specification as filed may be
appropriate. In re Simon, 302 F.2d 737, 133 USPQ
524 (CCPA 1962). In Simon, which involved a reis
sue application containing claims to a reaction prod
uct of a composition, applicant presented claims to a
reaction product of a composition comprising the sub
combination A+B+C, whereas the original claims and
description of the invention were directed toa compo
sition comprising the combination A+B+C+D+E. The
court found no significaut support for the argument
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that ingredients D+E were not essential to the claimed
reaction product and concluded that claims directed to
the reaction product of a subcombination A+B+C
were not described (35 U.S.C. 112, first paragraph) in
the application as filed. See also In re Panagrossi,
277 F.2d 181, 125 USPQ 410 (CCPA 1960).

2181 Identifying a 35 U.S.C. 112,
Sixth Paragraph Limitation

This section sets forth guidelines for the examina
tion of 35 U.S.c. 112, sixth paragraph "means or step
plus function" limitations in a claim. These guidelines
are based on the Office's current understanding of the
law and are believed to be fully consistent with bind
ing precedent of the Supreme Court, the Federal Cir
cuit and the Federal Circuit's predecessor courts.
These guidelines do not constitute substantive rule
making and hence do not have the force and effect of
law.

The Court of Appeals for the Federal Circuit, in its
en bane decision In re Donaldson Co., 16 E3d 1189,
29 USPQ2d 1845 (Fed. Cir. 1994), decided that a
"means-or-step-plus-function" limitation should be
interpreted in a manner different than patent examin
ing practice had previously dictated. The Donaldson
decision affects only the manner in which the scope of
a "means. or step plus function" limitation in. accor
dance with 35. U.S.C.1l2, sixth paragraph, is inter
preted during examination. Donaldson does not
directly affect the manner in which any other section
of the patent statutes is interpreted or applied.

When making a determination of patentability
under 35 U.S.C. 102 or 103, past practice was to inter
pret a "means or step plus function" limitation by giv
ing it the"broadest reasonable interpretation." Under
the PTO's long-standing practice this meant inte11?ret
ing such a limitation as reading on any prior art means
or step which performed the fuuction specified in the
claim without regard for whether the prior art means
or step was equivalent to the corresponding structure,
material or acts described in the specification. How
ever, in Donaldson, the Federal Circuit stated:

Per our holding, the "broadest reasonable interpretation"
that an examinermay, give means-plus-function language
is thatstatutorily mandated in paragraph six. Accordingly,
the PTO may not disregard the structure disclosed in the
specification corresponding to such language when ren
dering a patentability determination.

LANGUAGE FALLING WITHIN 35 U.s.C. 112,
SIXTH PARAGRAPH

The USPTQ.must apply 35 U.S.C. 112, sixth para
graph in appropriate cases, and give claims their
broadest reasonable interpretation, in light of and con
sistent with the written description of the invention in
the application. See Donaldson, 16 F.3d at 1194, 29
USPQ2d at 1850 (stating that 35 U.S.C. 112, sixth
paragraph "merely sets a limit.on how broadly the
PTO may construe means-plus-function language
under the rubric of reasonable interpretation.' "). The
Federal Circuit has .held that applicants (and reexami
nation patentees) before the US.PTQ have the opportu
nity and. the obligation to define their inventions
precisely during proceediugs before the PTO.S~e In
re fi,1orris,.l27F.3d 1048, 1056- 57, 44 USPQ2d
1023, 1029- 30 (Fed. Cir. 1997) (35 U.S.C. 112, sec.
ond paragraph places the burden of precise claim
drafting on the applicant); Inre Zietz, 893 F.2d 319,
322, 13 USPQ2d 1320, 1322 (Fed. Cir.1989) (manner
of claim interpretation that is used by courts in litiga
tion is not the manner of claim interpretation that is
applicable during prosecution of a pending applica
tion before thePl'O); Sage Prods., Inc. v. Devon
Indus., Inc., 126 F.3d 1420, 1425,44 USPQ2d 1103,
1107 (Fed. Cir. 1997) (patentee who had a clear
opportuuity to negotiate broader claims during prose
cution but did not do so, may not seek to expand the
claims through the doctrine ofequivalents, for it is the
patentee, not the public, who must bear the cost of
failure to seek protection for this foreseeable alter
ation of its claimed structure). Applicants and reex
amination patentees before the USPTO have an
opportunity and obligation to specify, consistent with
these guidelines, when a claim limitation invokes
35U.S.C. 112, sixth paragraph.

A claim limitation will be interpreted to invoke
35 U.S.C. 112, sixth paragraph if it meets the follow.
ing 3-proug analysis:

(A) the claim limitations must use the phrase
"means for" or "step for";

(B) the "means for" or "step for" must be modi
fied by functional language; and

(C). the phrase "means for" or "step for" must
not be modified by sufficient structure, material or
acts for achieving the specified function.
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With respect to the first prong of this analysis, a
claim element that does not include the phrase "means
for" or "step for" will not be considered to invoke
35 U.S.C. 112, sixth paragraph. If an applicant wishes
to have the claim limitation treated nnder 35 U.S.C.
112, sixth paragraph, applicant must either: (A)
amend the claim to include the phrase "means for" or
"step for" in accordance with these guidelines; or (B)
show that even though the phrase "means for" or
"step for" is not used, the claim limitation is written as
a function to be performed and does not recite suffi
cient structure, material, or acts which would preclude
application of 35 U.S.c. 112, sixth paragraph. See
Watts v. XL Systems, Inc., 232 F.3d 877,56 USPQ2d
1836 (Fed. Cir. 2000) (Claim limitations were held
not to invoke 35 U.S.c. 112, sixth paragraph because
the absence of the term "means" raised the presump
tion that the limitations were not in means-plus-func
tion form, nor was the presumption rebutted.).

While traditional "means for" or "step for" lan
guage does not automatically make an element a
means-tor step-) plus-function element, conversely,
lack of such. language does not prevent a limitation
from being construed as a means-tor step-) plus-func
tion limitation. See Signtech USA, Ltd. v. Vutek, Inc.,
174 F.3d 1352, 1356, 50 USPQ2d 1372, 1374-- 75
(Fed. Cir.1999) ("ink delivery means positioned. on
..." invokes 35 U.S.C. 112, sixth paragraph since the
phrase "ink delivery means" is equivalent to "means
for ink delivery"); AI-Site Corp. v. VSIInt' I, Inc., 174
F.3d 1308,1317-19,50 USPQ2d 1161, 1166-67 (Fed.
Cir. 1999) (although the claim elements "eyeglass
hanger member" and "eyeglass contacting member"
include a function, these claim elements do notinvoke
35 U.S.C. 112, sixth paragraph because the claims
themselves contain sufficient structural limitations for
performing these functions); Seal-Flex, Inc. v. Athletic
Track and Court Construction, 172 F.3d 836, 850,
50 USPQ2d 1225, 1234 (Fed. Cir. 1999) (Radar, J.,
concurring) ("claim elements without express step
plus-function language may nevertheless fall within
112 6 if they merely claim the underlying function
without recitation of acts for performing that func
tion... In general terms, the underlying function' of a
method claim element corresponds to what that ele
ment ultimately accomplishes in relationship to what
the other elements of the claim and the claim as a
whole accomplish. Acts,' on the other hand, corre-

spond to how the function is accomplished... If the
claim element uses the phrase step for,' then § 112, 6
is presumed to apply... On the other hand, the term
step' alone and the phrase steps of' tend to show that
§ 112, 6 does not govern that limitation."); Personal
ized Media Communications LLC v. lTC, 161 F.3d
696, 703- 04, 48 USPQ2d 1880, 1886- 87 (Fed. Cir.
1998); Mas-Hamilton Group v. LaGard Inc., 156 F.3d
1206, 1213,48 USPQ2d 1010, 1016 (Fed. Cir. 1998)
("lever moving element for moving the lever" and
"movable link member for holding the lever... and for
releasing the lever" were construed as means-plus
function limitations invoking 35 U.S.C. 112, sixth
paragraph since the claimed limitations were
described in terms of their function not their mechani
cal structure); Ethicon, Inc. v. United States Surgical
Corp., 135 F.3d 1456, 1463, 45 USPQ2d 1545, 1550
(Fed. Cir. 1998) ("use of the word means 'gives rise
to a presumption that the inventor used the term
advisedly to invoke the statutory mandates for means
plus-function clauses' "); a.I. Corp. v. Tekmar, 115
F.3d 1576, 1583, 42 USPQ2d 1777, 1782 (Fed. Cir.
1997) (method claim that paralleled means-plus-func
tionapparatus claim but lacked "step for" language
did not invoke 35 U.S.C. 112, sixth paragraph). Thus,
absent an express recitation of "means for" or "step
for" in the limitation, the broadest reasonable inter
pretation will not be limited to "corresponding struc
ture... and equivalents thereof." Morris, 127 F.3d at
1055, 44 USPQ2d at 1028 ("no comparable mandate
in the patent statute that relates the claim scope of
non-§ 112 paragarph6 claims to particular matter
found in the specification").

With respect to the second prong of this analysis,
see York Prod., Inc. v. Central Tractor Farm & Family
Center, 99 F.3d 1568, 1574, 40 USPQ2d 1619, 1624
(Fed. Cir. 1996) (holding that a claim limitation con
taining the term "means" does not invoke 35 U.S.C.
112, sixth paragraph if the claim limitation does not
link the term "means" to a specific function). It must
be clear that the element in the claims is set forth, at
least in part, by the function it performs as opposed to
the specific structure, material, or acts that perform
the function. See also Caterpillar Inc. v. Detroit Die
sel Corp., 41 USPQ2d 1876, 1882 (N.D. Ind. 1996)
(35 U.S.C. 112, sixth paragraph "applies to functional
method claims where the element at issue sets forth a
step for reaching a particular result, but not the spe-
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cific technique or procedure used to achieve the
result"); 0.1. Corp., 115 F.3d at 1582-83, 42 USPQ2d
at 1782 (With respect to process claims, "[35 U.S.C.
112, sixth paragraph] is implicated only when steps
plus function without acts are present. ..If we were to
construe every process claim containing steps
described by an 'ing' verb, such as passing, heating,
reacting, transferring, etc., into a step-plus-function,
we would be limiting process claims in a manner
never intended by Congress." (Emphasis in origi
nal).). However, "the fact that a particular mecha
nism.. .is defined in functional terms is not sufficient
to convert a claim element containing that term into a
'means for performing a specified function' within the
meaning of section 112(6)." Greenberg v. Ethicon
Endo-Surgery, Inc., 91 F.3d 1580, 1583, 39 USPQ2d
1783, 1786 (Fed. Cir. 1996) ("detent mechanism"
defined in functional terms was not intended
to invoke 35 U.S.C. 112, sixth paragraph). See also
AI-Site Corp. v. VSIInternationalInc., 174 F.3d 1308,
1318, 50 USPQ2d 1161, 1166...,67 (Fed. Cir. 1999)
(although the claim elements "eyeglass hanger mem
ber" and "eyeglass contacting member" include a
function, these claim elements do not invoke
35 U.S.C. 112, sixth paragraph because the claims
themselves contain sufficient structural limitations for
performing those functions). Also, a statement of
function appearing only in the claim preamble is gen
erally iusufficient to invoke 35 U.S.C. 112, sixth para
graph. 0.1. Corp., 115 F.3d at 1583, 42 USPQ2d at
1782 ("[A] statement in a preamble of a result that
necessarily follows from performing a series of steps
does not convert each of those stepsinto step- plus
function clauses. The steps of 'passing' are not indi
vidually associated in the claims with functions per
formed by the steps of passing.").

With respect to the third prong of this analysis, see
Seal-Flex, 172 F.3d at 849, 50 USPQ2d at 1234
(Radar, J., concurring) ("Even when a claim element
uses language that generally falls under the step-plus
function format, however, 112 'j[ 6 still does not apply
when the claim limitation itself recites sufficient acts
for performing the specified function."); Envirco
Corp. v. Clestra Cleanroom, Inc., 209 F.3d 1360,
54 USPQ2d 1449 (Fed. Cir. 2000) (holding "second
baffle means" does not invoke 35 U.S.C. 112, sixth
paragraph, because the word "baffle" itself imparts
structure and the claim further recites the structure of

the baffle); Rodime PLC v. Seagate Technology, Inc.,
174 F,3d 1294, 1303-D4, 50 USPQ2d 1429, 1435~36
(Fed. Cir. 1999) (holding "positioning means for
moving" does not invoke 35 U.S.c. 112, sixth para
graph because the claim further provides a list of the
structure underlying the means and the detailed recita
tion of the structure for performing the moving func
tion removes this element from the purview of 35
U.S.C. 112, sixth paragraph); Cole v. Kimberly-Clark
Corp., 102 F.3d 524, 531, 41 USPQ2d 1001, 1006
(Fed. Cir. 1996) (holding "perforation means... for
tearing" does not invoke 35 U.S.C. 112, sixth para
graph because the claim describes the structure sup.
porting the tearing function (i.e., perforation». In
other cases, the Federal Circuit has held otherwise.
See Unidynamics Corp. v. Automatic Prod. In!' I,
157 F.3d 1311, 1319, 48 USPQ2d 1099, 1104 (Fed.
Cir. 1998) (holding "spring means" does' invoke
35 U.S.c. 112, sixth paragraph). During examination,
however, applicants have the opportunity and the obli
gation to define their inventions precisely, including
whether a claim limitation invokes 35 U.S.C. 112,
sixth paragraph. Thus, if the phrase "means for" or
"step for" is modified by sufficient structure, material
or acts for achieving the specified function, the
USPTO will not apply 35 U.S.C. 112, sixth paragraph
until such modifying language is deleted from the
claim limitation.

It is necessary to decide on an element by element
basis whether 35 U.S.C. 112, sixth paragraph applies.
Not all terms in a means-plus-function or step-plus
function clause are limited to what is disclosed in the
written description and equivalents thereof, since
35 U.S.C. 112, sixth paragraph applies only to the
interpretation of the means or step that performs the
recited function. See, e.g., IMS Technology Inc. v.
Haas Automation Inc., 206 F.3d 1422, 54 USPQ2d
1129 (Fed. Cir. 2000) (the term "data block" in the
phrase "means to sequentially display. data block
inquiries" was not the means that caused the sequen
tial display, and its meaning was not limited to the dis
closed embodiment and equivalents thereof.). Each
claim must be. independently reviewed. to determine
the applicability of 35 U.S.c. 112, sixth paragraph,
even where the application contains substantially sim
ilar process and apparatus claims. 0.1. Corp., 115 F.3d
at 1583-1584, 42USPQ2d at 1782 ("We understand
that the stepsin the method claims are essentially in
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the same language as the limitations in the apparatns
claim, albeit without the 'means for' qualifica
tion ...Each claim must be independently reviewed in
order to determine if it is subject to the requirements
of section 112, 'I[ 6. Interpretation of claims would be
confusing indeed if claims that are not means- or step
plus function were to be interpreted as if they were,
only because they use language similar to that used in
other claims that are subject to this provision.").

Accordingly, these guidelines provide applicants
with the opportunity to either invoke or not invoke
35 U.S.c. 112, sixth paragraph based upon a clear
and simple set of criteria.

Limitations that fall within the scope of 35 U.S.C.
112, sixth paragraph include:

(A): a jet driving device so constructed and located
on the rotor as to drive the rotor ... ["means" unnec
essary]. The term "device" coupled with a function is
a proper definition of structure in accordance with the
last paragraph of 35 U.S.C. 112. The addition of the
words "jet driving" to the term "device" merely ren
ders the latter more definite and specific. Ex parte
Stanley, 121 USPQ 621 (Bd. App. 1958);

(B) "printing means" and "means for printing"
which would have the same connotations. Ex parte
Klumb, 159 USPQ 694 (Bd. App. 1967). However,
the terms "plate" and "wing," as modifiers for the
structure1ess term "means," specify no function to be
performed, and do not fall under the last paragraph of
35 U.S.c. 112;

(C) force generating means adapted to provide ...
De Graffenreid v. United States, 20 o, Cl. 458,

16 USPQ2d 1321 (Cl. Cl. 1990);

(D) call cost register means, including a digital
display for providing a substantially instantaneous
display for .... Intellicalllnc. v. Phonometries, Inc.,
952 E2d 1384, 21 USPQ2d 1383 (Fed. Cir. 1992);

(E) reducing the coefficient of friction of the
resulting film [step plus function; "step" unneces
sary], In re Roberts, 470 E2d 1399, 176 USPQ 313
(CCPA 1973); and

(F) raising the pH of the resultant pulp to about
5.0 to precipitate .... Ex parte Zimmerley, 153 USPQ
367 (Bd. App. 1966).

In the event that it is unclear whether the claim limita
tion falls within the scope of 35 U.S.C. 112, sixth

paragraph, a rejection under 35 U.S.C. 112, second
paragraph may be appropriate.

PROCEDURES FOR DETERMINING
WHETHER THE WRITTEN DESCRIPTION
ADEQUATELY DESCRIBES THE CORRE
SPONDING STRUCTURE, MATERIAL, OR
ACTS NECESSARY TO SUPPORT A CLAIM
LIMITATION WmCH INVOKES 35 U.S.C. 112,
SIXTH PARAGRAPH

If a claim limitation invokes 35 U.S.C. 112, sixth
paragraph, it must be interpreted to cover the corre
spending structure, materials, or acts in the specifica
tion and "equivalents thereof." See 35 U.S.C. 112,
sixth paragraph. See also B. Braun Medical, Inc. v.
Abbott Lab., 124 E3d 1419, 1424,43 USPQ2d 1896,
1899 (Fed. Cir. 1997). If the written description fails
to set forth the supporting structure, material or acts
corresponding to the means- (or step-) plus-function,
the claim may not meet the requirement of 35 U.S.C.
112, second paragraph:

Although [35 U.S.C. 112, sixth paragraph] statutorily pro
videsthatonemayusemeans-plus- function language in a
claim, one is still subject to the requirement that a claim
'particularly point out anddistinctly claim' the invention.
Therefore, if one employs means-plus-function language
in a claim, one must set forth in the specification an ade
quate disclosure showing what is meant by.that language.
If an applicant fails to set forth an adequate disclosure,the
applicant has in effect failed to particularly point out and
distinctly claim the invention as required by [35 U.S.C.
112, second paragraph].

Donaldson, 16 E3d at 1195, 29 USPQ2d at 1850; see
also B. Braun Medical, 124 E3d at 1425,43 USPQ2d
at 1900; and In re Dossel, 115 E3d 942, 946, 42
USPQ2d 1881, 1884--85 (Fed. Cir. 1997).

Whether a claim reciting an element in means- (or
step-) plus-function language fails to comply with
35 U.S.C. 112, second paragraph because the specifi
cation does not disclose adequate structure (or mate
rial or acts) for performing the recited function is
closely related to the question of whether the specifi
cation meets the description requirement in 35 U.S.C.
112,first paragraph. See In re Noll, 545 E2d 141, 149,
191 USPQ 721,727 (CCPA 1976) (unless the means
plus-function language is itself unclear, a claim limi
tation written in means-plus- function language meets
the definiteness requirement in 35 U.S.C. 112, second
paragraph so long as the specification meets the writ-
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ten description reqnirementin 35 U.S.C. 112, first
paragraph). However, 35 U.S.C 112, sixth paragraph
does not impose any reqnirements in addition to those
imposed by 35 U.S.C. 112, first paragraph. See Inre
Knowlton, 481 F.2d 1357, 1366, 178 USPQ 486, 492
93 (CCPA 1973). Conversely, the invocation of
35 U.S.C. 112, sixth paragraph does not exempt an
applicant from compliance with 35 U.S.C. 112, first
and second paragraphs. See Donaldson, 16 F.3d at
1195, 29 USPQ2d at 1850; Knowlton, 481 F.2d at
1366, 178 USPQ at 493.

Under certain limited circumstances, the written
description does not have to explicitly describe .the
structure (or material or acts) corresponding to a
means- (or step-) plus-function limitation to particu
larly point out and distinctly claim the inventionas
reqnired by 35 U.S.C. 112, second paragraph. See
Dassel, 115 F.3d at 946, 42 USPQ2d at 1885. Under
proper circumstances, drawings may provide a written
description of an invention as required by 35 U.S.C
112. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1565, 19 USPQ2d 1111, 1118 (Fed. Cir. 1991).
Rather, disclosure of structure corresponding to
a means-plus-function limitation may be implicit in
the written description if it would have been clear to
those skilled in the art what structure must perform
the function recited in the means-plus-function limita
tion. See Atmel Corp. v. Information Storage Devices
Inc., 198 F.3d 1374, 1379, 53 USPQ2d 1225,
1228 (Fed. Cir. 1999) (stating that the "oneskilled in
the art" analysis should apply in determining whether
sufficient structure has been disclosed to support a
means-plus-function limitation and that the USPTO's
recently issued proposed Supplemental Guidelines are
consistent with the court's holding on this point);
Dassel, 115 F.3d at 946-47, 42 USPQ2d at 1885
("Clearly, a unit which receives digital data, performs
complex mathematical computations and outputs the
results to a display must be implemented by or on a
general or special purpose computer (although it is
not clear why the written description does not simply
state 'computer' or some equivalent phrase.)"). How
ever, the claims must still be analyzed to determine
whether there exists corresponding adequate support
for such claim under 35 U.S.C. 112, first paragraph. In
considering whether there is 35 U.S.C 112, first para"
graph support for the claim limitation, the examiner
must consider not only the original disclosure con"

tained in the summary·and detailed description of the
invention portions of the specification, but also the
original claims, abstract, and drawings. See In re
Matt, 539 F.2d 1291, 1299, 190 USPQ 536, 542-43
(CCPA 1976) (claims); In re Anderson, 471 F.2d
1237, 1240, 176 USPQ 331, 333 (CCPA 1973)
(claims); Hill-Rom Co. v. Kinetic Concepts, Inc., 243
F.3d 560,54 USPQ2d 1437 (Fed..Cir. 2000) (unpub
lished) (abstract); In re Armbruster, 512 F.2d 676,
678_79, 185 USPQ 152, 153-54 (CCPA 1975)
(abstract); Anderson, 471 F.2d at 1240, 176 USPQ at
333 (abstract); Vas-Cath Inc. v. Mahurkar, 935 F.2d at
1564, 19 USPQ2d at 1117 (drawings); In re
Wolfensperger, 302 F.2d 950,955-57, 133 USPQ 537,
541- 43 (CCPA 1962) (drawings).

Therefore, a means-Cot step-) plus-function claim
limitation satisfies 35 U.S.C 112, second paragraph
if: (A) the written description links or associates par
ticular structure" materials, or acts to the function
recited in a means- (or step-) plus-function claim lim
itation; or (B) it is clear based on the disclosure in the
application that, one skilled in the art would have
known whatstructure, materials, or acts perform the
function recited in a means- (or step-) plus-function
limitation.

37 CFR l.75(d)(I) provides, in part, that "the terms
and phrases used in the claims must find clear support
or antecedent basis in the description so that the
meaning of the terms in the claims may be ascertain
able by reference to the description." In the situation
in Which, the written description only implicitly or
inherently sets forth the structure, materials, or acts
corresponding to a means- (or step-) plus-function,
and the examiner concludes that one skilled in the art
would recognize what structure, materials, or acts per
form the function recited in a means- (or step-) plus
function, the examiner should .either: (A) have the
applicant clarify the record by amending the written
description such that it expressly recites what struc
ture, materials.ior acts perform the function recited in
the claim element; or (B) state on the record what
structure, materials, or acts perform the function
recited in the means- (or step-) plus-function liniita
tion. Even if the disclosure implicitly sets forth the
structure, materials, or acts corresponding to a means"
(or step-) plus-function claim element in compliance
with 35 U.S.C. 112, first and second paragraphs, the
USPTO may still require the applicant to amend the
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specification pursuant to 37 CPR 1.75(d) and MPEP
§ 608.01(0) to explicitly state, with reference to the
terms and phrases of the claim element, what struc
ture, materials, or acts perform the function recited in
the claim element. See 35 U.S.C. 112, sixth paragraph
("An element in a claim for a combination may be
expressed as a means or step for performing a speci
fied function without the recital of structure, material,
or acts in support thereof, and such claim shall be con
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof." (emphasis added»; see also B. Braun Medi
cal, 124 F.3d at 1424, 43 USPQ2d at 1900 (holding
that "pursuant to this provision [35 U.S.C. 112, sixth
paragraph], structure disclosed in the specification is
'corresponding' structure only if the specification or
prosecution history clearly links or associates that
structure to the function recited in the claim. This duty
to link or associate structure to function is the quid
pro quo for the convenience of employing 112, para
graph 6."); Wolfensperger, 302 F.2d at 955,
133 USPQ at 542 Gust because the disclosure pro
vides support for a claim element does not mean that
the USPTO cannot enforce its requirement that the
terms and phrases used in the claims find clear sup
port or antecedent basis in the written description).

SINGLE MEANS CLAIMS

Donaldson does not affect the holding of In re
Hyatt, 708 F.2d 712, 218 USPQ 195 (Fed. Cir. 1983)
to the effect that a single means claim does not com
ply with the enablement requirement of 35 U.S.C.
112, first paragraph. As Donaldson applies only to an
interpretation of a limitation drafted to correspond to
35 U.S.C. 112, sixth paragraph, which by its terms is
limited to "an element in a claim to a combination," it
does not affect a limitation in a claim which is not
directed to a combination.

2182 Scope of the Search
and Identification of the Prior Art

As noted in MPEP § 2181, in In re Donaldson Co.,
16 F.3d 1189, 29 USPQ2d 1845 (Fed. Cir. 1994) the
Federal Circuit recognized that it is important to
retain the principle that claim language should be
given its broadest reasonable interpretation. This prin
ciple is important because it helps insure that the stat
utory presumption of validity attributed to each claim

of an issued patent is warranted by the search and
examination conducted by the examiner. It is also
important from the standpoint that the scope of pro
tection afforded by patents issued prior to Donaldson
are not unnecessarily limited by the latest interpreta
tion of this statutory provisiou. Finally, it is important
from the standpoint of avoiding the necessity for a
patent specification to become a catalogue of existing
technology. The specification need not describe the
equivalents of the structures, material, or acts corre
sponding to the means- (or step-) plus-function claim
element. See In re Noll, 545 F.2d 141, 149-50, 191
USPQ 721, 727 (CCPA 1976) ("The meaning of
'equivalents' is well understood in patent law, ... and
an applicant need not describe in his specification the
full range of equivalents of his invention.") (citation
omitted). A patent specification need not teach, and
preferably omits, what is well known in the art.
Hybritech Inc. v. Monoclonal Antibodies, Inc., 802
F.2d 1367,1384,231 USPQ 81, 94 (Fed. Cir. 1986).

The Donaldson decision thus does not substantially
alter examining practice and procedure relative to the
scope of the search. Both before and after Donaldson,
the application of a prior art reference to a means or
step plus function limitation requires that the prior art
element perform the identical function specified in the
claim. However, if a prior art reference teaches iden
tity of function to that specified in a claim, then under
Donaldson an examiner carries the initial burden of
proof for showing that the prior art structure or step is
the same as or equivalent to the structure, material, or
acts described in the specification which has been
identified as corresponding to the claimed means or
step plus function.

The "means or step plus function" limitation should
be interpreted in a manner consistent with the specifi
cation disclosure. If the specification defines what is
meant by the limitation for the purposes of the
claimed invention, the examiner should interpret the
limitation as having that meaning. If no definition is
provided, some judgment must be exercised in deter
mining the scope of the limitation. See, e.g., B. Braun
Medical, Inc. v. Abbott Labs., 124 F.3d 1419, 1424,43
USPQ2d 1896, 1900 (Fed. Cir. 1997) ("We hold that,
pursuant to [35 U.S.C. 112, sixth paragraph], structure
disclosed in the specification is 'corresponding' struc
ture only if the specification or prosecution history
clearly links or associates that structure to the func-
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tion recited in the claim. This duty to link or associate
structure to function is the quid pro quo for the conve
nience of employing 112, paragraph 6." The court
refused to interpret a means-plus-function limitation
as corresponding to a disclosed valve seat structure, as
argued by patentee, since there was no indication in
the specification or prosecution history that this struc
ture corresponds to the recited function, and there was
an explicitly clear association between that function
and a traverse cross section bar structure disclosed in
the specification.).

2183 Making aPrima Facie Case
of Equivalence

If the examiner finds that a prior art element

(A) performs the function specified in the claim,
(B) is not excluded by any explicit definition pro

vided in the specification for an equivalent, and
(C) is an equivalent of the means- (or step-) plus

function limitation,

the examiner should provide an explanation and ratio
nale in the Office action as to why the prior
art element is anequivalent.Factors that will support
a conclusion that the prior art element is an equivalent
are:

(A) the prior art element performs the identical
function specified in the claim in substantially the
same way, and produces substantially the same results
as the corresponding element disclosed in the specifi~
cation. Kemco Sales, Inc. v. Control Papers Co., 208
F.3d 1352, 54 USPQ2d 1308 (Fed. Cir. 2000) (An
internal adhesive sealing the inner surfaces of an
envelope pocket was not held to be equivalent to an
adhesive on a flap whichattached to the outside of the
pocket. Both the claimed invention and the accused
device performed the same function of closing the
envelope. But .the accused device performed it in a
substantiallydifferent way (by an internal adhesive on
the inside of the pocket) with a substantially different
result (the adhesive attached the inner surfaces of both
sides of the pocket»; Odetics Inc. v. Storage Tech.
Corp., 185 F.3d 1259, 1267,51 USPQ2d 1225, 1229
30 (Fed. Cir. 1999); Lockheed Aircraft Corp. v. United
States, 193 USPQ 449, 461 (Ct. Cl. 1977). The con
cepts of equivalents as set forth in Graver Tank &
Mfg. Co. v. Linde Air Products, 339 U.S. 605, 85

USPQ 328 (1950) are relevant to any "equivalents"
determination. Polumbo v. Don-Joy Co., 762 F.2d
969,975 n.4, 226 USPQ 5, 8-9 n.4 (Fed. Cir. 1985).

(B) a person of ordinary skill in the art would
have recognized the interchangeability of the element
shown in the prior art for the corresponding element
disclosed in the specification. Caterpillar Inc. v.
Deere & Co., 224 F.3d 1374, 56 USPQ2d 1305 (Fed.
Cir.2000); AI~Site Corp. v. vstu« t: Inc., 174 F.3d
1308,1316,50 USPQ2d 1161, 1165 (Fed. Cir.1999);
Chiuminatta Concrete Concepts, Inc. v. Cardinal
Indus. Inc., 145 F.3d 1303, 1309, 46 USPQ2d 1752,
1757 (Fed. Cir. 1998); Lockheed Aircraft Corp. v.
United States, 193 USPQ 449, 461 (Ct. Cl. 1977);
Data Line Corp. v. Micro Technologies, Inc., 813 F.2d
1196, 1 USPQ2d 2052 (Fed. Cir. 1987).

(C) there are insubstantial differences between
the priorart e1ell1ent and the corresponding element
disclosed in the specification. IMS Technology, Inc. v.
Haas Automation, Inc., 206 F.3d 1422, 1436,
54 USPQ2d 1129,1138 (Fed. Cir. 2000);Warner-Jen
kinson Co. v. Hilton Davis Chemical Co., 117 S. Ct.
1040,41 USPQ2d 1865, 1875 (1997); ValmontIndus
tries, Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 25
USPQ2d 1451 (Fed. Cir. 1993). See also Caterpillar
Inc. v. Deere & Co., 224 F.3d 1374, 56 USPQ2d 1305
(Fed. Cir. 2000) (A structure lacking several compo
nents of the overall structure corresponding to the
claimed function and also differing in the number and
size of the parts may be insubstantially different from
the disclosed structure. The limitation in a means
plus-function claim is the overall structure corre
sponding to the claimed function. The individual
components of an overall structure that corresponds to
the claimed function are not claim limitations. Also,
potential advantages of a structure that do not relate to
the claimed function should not be considered in an
equivalents determination under 35 U.S.c. 112, sixth
paragraph).

(D) the prior art element is a structural equivalent
of the corresponding element disclosed in the specifi
cation. Inre Bond, 910 F.2d 831, 15 USPQ2d 1566
(Fed. Cir. 1990). That is, the prior art element per
forms the function specified in the claim in substan
tially the same manner as the function is performed by
the corresponding element described in the specifica
tion.
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A showing of at least one of the above-noted fac
tors by the examiner should be sufficient to support a
conclusion thatthe prior art element is an equivalent.
The examiner should then conclude that the claimed
limitation ismet by the prior art element. In addition
to the conclusion that the prior art element is an
equivalent, examiners should also demonstrate, where
appropriate, why it would have been obvious to one of
ordinary skill in the art at the time of the invention to
substitute applicant's described structure, material, or
acts for that described in the prior art reference. See In
re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688
(CCPA 1972). The burden then shifts to applicant to
show that the element shown in the prior art is not an
equivalent of the structure, material or acts disclosed
in the application. In reMulder, 716 F.2d 1542,
219 USPQ 189 (Fed. Cir. 1983). No further analysis
of equivalents is required ofthe examiner until appli
cant disagrees with the examiner's conclusion,
and provides reasons why the prior art element
should not be considered an equivalent. See also, In
re Walter, 618 F.2d 758, 768, 205 USPQ 397, 407-08
(CCPA 1980) (a case treating 35 U.S.C. 112, sixth
paragraph, in the context of a determination
of statutory subject matter and noting "If
the functionally-defined disclosed means and their
equivalents are so broad that they encompass any and
every means for performing the recited functions ...
the burden must be placed on the applicant to demon
strate that the claitns are truly drawn to specific appa
ratus distinct from other apparatus capable of
performing the identical functions"); In re Swinehart,
439 F.2d 210, 212-13, 169 USPQ 226, 229 (CCPA
1971) (a case in which the court treated as improper a
rejection under 35 U.S.C.112, second paragraph, of
functional language, but noted that "where the Patent
Office has reason to believe that a functional limita
tion asserted to be critical for establishing novelty in
the claimed subject matter may, in fact, be an inherent
characteristic of the prior art, it possesses the author
ity to require the applicant to prove that the subject
matter shown to be in the prior art does not possess
the characteristics relied on"); and In re Fitzgerald,
619 F.2d 67, 205 USPQ 594 (CCPA 1980) (a case
indicating that the burden of proof can be shifted to
the applicant to show that the subject matter of the
prior art does not possess the characteristic relied on

whether the rejection is based on inherency under
35 U.S.C. 102 or obviousness under 35 U.S.c. 103).

See MPEP § 2184 when determining whether the
applicant has successfully met the burden of proving
that the prior art element is not equivalent to the struc
ture, material or acts described in the applicant's spec
ification.

IF NONEQUIVALENCE SHOWN, EXAMINER
MUST CONSIDER OBVIOUSNESS

However, even where the applicant has met that
burden of proof and has shown that the prior art ele
ment is not equivalent to the structure, material or acts
described in the applicant's specification, the exam
iner must still make a 35 U.S.C. 103 analysis to deter
mine if the claimed means or step plus function is
obvious from the prior art to one of ordinary skill in
the art. Thus, while a finding of nonequivalence pre
vents a prior art element from anticipating a means or
step plus function limitation in a claim, it does not
prevent the prior art element from rendering the claim
limitation obvious to one of ordinary skill in the art.
Because the exact scope of an "equivalent" may be
uncertain, it would be appropriate to apply a
35 U.S.C. 102/103rejection where the balance of the
claim limitations are anticipated by the prior art relied
on. A similar approach is authorized in the case of
product-by-process claims because the exact identity
of the claimed product or the prior art product cannot
be determined by the examiner. In re Brown, 450 F.2d
531, 173 USPQ 685 (CCPA 1972). In addition,
although it is normally the best practice to rely on
only the best prior art references in rejecting a claim,
alternative grounds of rejection may be appropriate
where the prior art shows elements that are different
from each other, and different from the specific struc
ture, material or acts described in the specification,
yet perform the function specified in the claim.

2184 Determining Whether an Applicant
Has Met the Burden of Proving
Nonequivalence After a Prima
Facie Case Is Made

The specification need not describe the equivalents
of the structures, material, or acts corresponding to
the means-Cor step-) plus-function claim element. See
In re Noll, 545 F.2d 141, 149-50, 191 USPQ 721, 727
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(CCPA 1976) (the meaning of equivalents is well
understood in patent law, and an applicant need not
describe in his specification the full range of equiva
lents of his invention) (citation omitted). Cf
Hybritech Inc. v. Monoclonal Antibodies, Inc., 802
F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir. 1986)
("a patent need not teach, and preferably omits, what
is well known in the art"). Where, however, the speci
fication is silent as to what constitutes equivalents and
the examiner has made out a prima facie case of
equivalence, the burden is placed upon the applicant
to show that a prior art element which performs the
claimed function is not an equivalent of the structure,
material, or acts disclosed in the specification. See In
re Mulder, 716 F.2d 1542, 1549,219 USPQ 189, 196
(Fed. Cir. 1983).

If the applicant disagrees with the inference of
equivalence drawn from a prior art reference, the
applicant may provide reasons why the applicant
believes the prior art element should not be. consid
ered an equivalent to the specific structure, material or
acts disclosed in the specification. Such reasons may
include, but are not limited to:

(A) Teachings in the specification that particular
prior art is not equivalent;

(B) Teachings in the prior art reference itself that
may tend to show nonequivalence; or

(C) 37 CFR 1.132 affidavit evidence of facts
tending to show nonequivalence.

TEACHINGS IN APPLICANT'S SPECIFICA
TION

When the applicant relies on teachings in appli
cant's own specification, the examiner must make
sure that the applicant is interpreting the "means or
step plus function" limitation in the claim in a manner
which is consistent with the disclosure in the specifi
cation. If the specification defines what is meant by
"equivalents" to the disclosed embodiments for the
purpose of the claimed means or step plus function,
the examiner should interpret the limitation as having
that meaning. If no definition is provided, some judg
ment must be exercised in determining the scope of
"equivalents." Generally, an "equivalent" is inter:
preted as embracing more than the specific elements
described in the specification for performing the spec
ified function, but less than any element that performs
the function specified in the claim. To interpret

"means plus function" limitations as limited to a par
ticular means set forth in the specification would nul
lify the provisions of 35 U.S.C. 112 requiring that.the
limitation shall be construed to cover the structure
described in the specification and eqnivalents thereof.
D.M.I., Inc. v. Deere & Co., 755 F.2d 1570, 1574, 225
USPQ 236,238 (Fed. Cir. 1985).

The scope of equivalents embraced by a claim limi
tation is dependent on the interpretation ofan "equiv
alent." The interpretation will vary depending on how
the element is described in the supporting specifica
tion. The claim mayor may not be limited to particu
lar structure, material or acts (e.g., steps) as opposed
to any and all structure, material or acts performing
the. claimed function, depending on how the specifica
tion treats thatquestion. See, e.g., Ishida Co. v. Tay
lor, 221 F.3d 1310, 55 USPQ2d 1449 (Fed. Cir. 2000)
(The court construed the scope of a means-plus-func
tion claim element where .the specification disclosed
two structurally very differellt embodiments for per
forming the claimed function 1:lY looking separately to
each embodiment to deternline corresponding struc
tures. The court declined.to adopt a single claim con
struction encompassing both embodiments since it
would be so broad as to describe systems both with
and without the fundamental structural features of
each embodiment.).

If the disclosure is so broad as to encompass any
and all structure, material or acts for performing the
claimed function, the claims must be read accordingly
when determining patentability. When this happens
the limitation otherwise provided by "equivalents"
ceases tobe a limitation on the scope of the claim in
that an equivalent wouldbe any structure, material or
act other than the ones described in the specification
that perform the claimed function. For example, this
situation will often be found in cases where (A) the
claimed invention is a combination of elements, one
or more of which are selected from elements that are
old, per se, or (B) apparatus claims are treated as
indistinguishable from method claims. See, for exam
ple, In re Meyer, 688 F.2d 789, 215USPQ 193 (CCPA
1982); In re Abele, 684 F.2d 902, 909, 214 USPQ 682,
688 (CCPA 1982); In re Walter, 618.F.2d 758,767,
205 USPQ 397, 406-07 (CCPA 1980); In re Mau
corps, 609 F.2d 481,203 USPQ 812 (CCPA 1979); In
re Johnson, 589 F.2d 1070, 200 USPQ 199 (CCPA
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1978); and In re Freeman; 573 F.2d 1237, 1246, 197
USPQ 464, 471 (CCPAI978).

On the other end of the spectrum, the "equivalents"
limitation as applied to a claim may also operate to
constrict the claim scope to the point of covering vir
tually only the disclosed embodiments. This can hap
pen in circumstances where the specification
describes the invention only in the context of a spe
cific structure, material or act that is used to perform
the function specified in the claim.

FACTORS TO BE CONSIDERED IN DECIDING
EQUIVALENCE

When deciding whether an applicant has met the
burden of proof with respect to showing nonequiva
lence of a prior art element that performs the claimed
function, the following factors may be considered.
First, unless an element performs the identical func
tion specified in the claim, it cannot be an equivalent
for the purposes of 35 U.S.C. 112, sixth paragraph.
Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d
931, 4 USPQ2d 1737 (Fed. Cir, 1987), cert. denied,
484 U.S. 961 (1988).

Second, while there is no litmus test for an "equiva
lent" that can be applied with absolute certainty and
predictability, there are several indicia that are suffi
cient to support a conclusion that one element is or is
not an "equivalent" of a different element in the Con
text of 35 U.S.C. 112, sixth paragraph. Among the
indicia that will support a conclusion that one element
is or is not an equivalent of another are:

(A) Whether the prior art element performs the
identical function specified in the claim in substan
tially the same way, and produces substantially the
same results as the corresponding element disclosed
in the specification. Kemco Sales, Inc. v. Control
Papers c«, 208 F.3d 1352, 54 USPQ2d 1308 (Fed.
Cir, 2000) (An internal adhesive sealing the inner sur
faces of an envelope pocket was not held to be equiv
alent to an adhesive on a flap which attached to the
outside of the pocket. Both the claimed invention and
the accused device performed the same function of
closing the envelope, But the accused device per
formed it in a substantially different way (by an inter
nal adhesive on the inside of the pocket) with a
substantially different result (the adhesive attached
the inner surfaces ofboth sides of the pocket»; Odet
ics Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1267,

51 USPQ2d 1225, 1229-30 (Fed. Cir. 1999); Lock
heed Aircraft Corp. v. United States, 193 USPQ 449,
461 (Ct. Cl. 1977). The concepts of equivalents as set
forth in Graver Tank & Mfg. Co. v. Linde Air Prod
ucts, 339 U.S. 605, 85 USPQ 328 (1950) are relevant
to any "equivalents" determination. Polumbo v. Don
Joy Co., 762 F.2d 969,975, n. 4, 226 USPQ 5,8-9, n.
4 (Fed. Cit. 1985).

(B) Whether a person of ordinary skill in the art
would have recognized the interchangeability of the
element shown in the prior art for the corresponding
element disclosed in the specification. Caterpillar Inc.
v. Deere & Co., 224 F.3d 1374, 56 USPQ2d 1305
(Fed. Cit. 2000); Al-Site Corp. v. VSIInt' 1, Inc., 174
F.3d 1308, 1316, 50 USPQ2d 1161, 1165 (Fed. Cir.
1999); Chiuminatta Concrete Concepts, Inc. v. Cardi
nal Indus. Inc., 145 F.3d 1303, 1309, 46 USPQ2d
1752, 1757 (Fed. Cir. 1998); Lockheed Aircraft Corp.
v. United States, 193 USPQ 449, 461 (Ct. Cl. 1977);
Data Line Corp. v. Micro Technologies, Inc., 813 F.2d
1196, 1 USPQ2d 2052 (Fed. Cir. 1987).

(C) Whether there are insubstantial differences
between the prior art element and the corresponding
element disclosed in the specification. IMS Technol
ogy, Inc. v. Haas Automation, Inc" 206 F.3d 1422,
1436, 54 USPQ2d 1129, 1138 (Fed. Cir. 2000);
Warner-Jenkinson Co. v. Hilton Davis Chemical Co.,
117 S. Ct. 1040,41 USPQ2d 1865, 1875 (1997); Val
mont Industries, Inc. v. Reinke Mfg. Co., 983 F.2d
1039, 25 USPQ2d 1451 (Fed. Cir. 1993). See also
Caterpillar Inc. v. Deere & Co., 224 F.3d 1374, 56
USPQ2d 1305 (Fed. Cir. 2000) (A structure lacking
several components of the overall structure corre
sponding to the claimed function and also differing in
the number and size of the parts may be insubstan
tially different from the disclosed structure. The limi
tation in a means-plus-function claim is the overall
structure corresponding to the claimed function. The
individual components of an overall structure that
corresponds to the claimed function are not claim lim
itations. Also, potential advantages of a structure that
do not relate to the claimed function should not be
considered in an equivalents determination under
35 U.S.C. 112, sixth paragraph).

(D) Whether the prior art element is a structural
equivalent of the corresponding element disclosed in
the specification. In re Bond, 910 F.2d 831,
15 USPQ2d 1566 (Fed. Cir. 1990). That is, the prior
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art element performs the function specified in the
claim in substantially the same manner as the function
is performed by the corresponding element described
in the specification.

These examples are not intended to be an exhaus
tive list of the indicia that would support a finding that
one element is or is not an equivaleut of another ele
ment for the purposes of 35 U.S.C. 112, sixth para
graph. A finding according to any of the above
examples would represent a sufficient, but not the
only possible, basis to support a conclusion that an
element is or is not an equivalent. There could be
other indicia that also would support the conclusion,

MERE ALLEGATIONS OF NONEQUI-VA
LENCE ARE NOT SUFFICIENT

In determiningwhether arguments or 37 CFR 1.132
evidence presented by an applicant are persuasive that
the element shown in the prior art is not an equivalent,
the examiner should consider and weigh as many of
the above-indicated or other indicia as are presented
by applicant, and should determine whether, on bal
ance, the applicant has met the burden of proof to
show nonequivalence. However, under no circum
stance should an examiner accept as persuasive a bare
statement or opinion that the element shown in the
prior art is not an equivalent embraced by the claim
limitation. Moreover, if an applicant argues that the
"means" or "step" plus function language in a claim is
limited to certain specific structural or additional
functional characteristics (as opposed to "equivalents"
thereof) where the specification does not describe the
invention as being only those specific characteristics,
the claim should not be allowed until the claim is
amended to recite those specific structural or addi
tional functional characteristics. Otherwise, a claim
could be allowed having broad functional language
which, in reality, is limited to only the specific struc
ture or steps disclosed in the specification. This would
be contrary to public policy of granting patents which
provide adequate notice to the public as to a claim's
true scope.

APPLICANT MAY AMEND CLAIMS

Finally, as in the past, applicant has the opportunity
during proceedings before the Office to amend the
claims so that the claimed invention meets all the stat-

utory criteria for patentability. An applicant may
choose to amend the claim by further limiting the
function so that there is no longer identity of function
with that taught by the prior art element, or the appli
cant may choose to replace the claimed means plus
function limitation with specific structure, material or
acts that are not described in the prior art.

2185 Related Issues Under 35 U.S.C. 112,
First or Second Paragraphs

Interpretation of claims as set forth in MPEP
§ 2181 may create some uncertainty as to what appli
cant regards as the invention. If this issue arises, it
should be addressed in a rejection under 35 U.S.C.
112, second paragraph. While 35 U.S.C. 112, sixth
paragraph permits a particular form of claim limita
tion, it cannot be read as creating an exception either
to the description, enablementor best mode require
ments of the first paragraph or the definiteness
requirement of the second paragraph of 35 U.S.C.
112. In re Knowlton, 481 F.2d 1357, 178 USPQ 486
(CCPA 1973).

If a "means or step plus function" limitation recited
in a claim is not supported by corresponding structure,
material or acts in the specification disclosure, the fol
lowing rejections should be considered:

(A) under 35 U.S.c. 112, first paragraph, as not
being supported by an enabling disclosure because the
person skilled in the art would not know how to make
and use the iuvention without a description of ele
ments to perform the function. The description of an
apparatus with block diagrams describing the func
tion, but not the structure, of the apparatus is not fatal
under the enablement requirement of 35 U.S.C. 112,
first paragraph, as long as the structure is conven
tional and can be determined without an undue
amount of experimentation. In re Ghiron, 442 F.2d
985,991, 169 USPQ 723, 727 (CCPA 1971);

(B) under 35 U.S.c. 112, second paragraph, as
being indefinite. In re Dossel, 115 F.3d 942, 946,
42 USPQ2d 1881, 1884 (Fed. Cir. 1997); and

(C) under 35 U.S.C. 102 or 103 where the prior
art anticipates or renders obvious the claimed subject
matter including the means or step that performs the
function specified in the claim, the theory being that
since there is no corresponding structure, etc., in the
specification to limit the means or step plus function
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limitation, an equivalent is any element that performs
the specified function.

2186 Relationship to the Doctrine
of Equivalents

The doctrine of equivalents arises in the context of
an infringement action. If an accused product or pro
cess does not literally infringe a patented invention,
the accused product or process may be found to
infringe under the doctrine of equivalents. The essen
tial objective inquiry is: "Does the accused product or
process contain elements identical or equivalent to
each claimed element of the patented invention?"
Warner-Jenkinson Co. v. Hilton Davis Chemical Co.,
117 S. Ct. 1040, 41 USPQ2d 1865, 1875 (1997). In
determining equivalence, "[a]n analysis of the role
played by each element in the context of the specific
patent claim will thus inform the inquiry as to whether

a substitute element matches the function, way, and
result of the claimed element, or whether the substi
tute plays a role substantially different from the
claimed element." 41 USPQ2d at 1875.

35 U.S.C. 112, sixth paragraph permits "means or
step plus function" limitations in claims to combina
tions, "with the proviso that application of the broad
literal language of such claims must be limited to only
those means that are 'equivalent' to the actual means
shown in the patent specification. This is an applica"
tion of the doctrine of equivalents in a restrictive role,
narrowing the application of broad literal claim ele
ments." 41 USPQ2d at 1870. Accordingly, decisions
involving the doctrine of equivalents should be con
sidered, but should not unduly influence a determina
tion under 35 U.S.c. 112, sixth paragraph during ex
parte examination.

•••••••••••••••••••••••••••••
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Statutory basis for citation of prior patents or
printed publications in patent files and reexamination
of patents becanieavailable on July I, 1981, as a
result of new sections 301-307 of title 35 United
States Code which were added by Public Law 96-517
enacted on December 12, 1980. The rules of practice
in patent cases relating to reexamination were initially

2283

2284

2285

2286
2287
2288
2289
2290
2291
2292
2293
2294
2295
2296
2201

Multiple Copending Reexamination
Proceedings
Copending Reexamination and Interference
Proceedings
CopendingReexamination and Reissue
Proceedings
Reeexamination and Litigation Proceedings
Conclnsionof Reexamination Proceeding
Issuance of Reexamination Certificate
Reexamination Review
Format of Certificate
Noticeof Certificate Issuance in OfficialGazette
Distribution of Certificate
Intervening Rights
Terminated Reexamination Files
Reexamination of a Reexamination
USPTO Forms To Be Used
Introduction

promulgated on April 30, 1981, at 46 FR 24179
24180 and on May 29, 1981, at 46 FR 29176-29187.

This chapter is intended to be primarily a guide for
U.S. Patent and Trademark Office (Office) personnel
on the processing of prior art citations and ex parte
reexamination requests. Secondarily, it is to also serve
as a guide on the formal requirements for filing such
documents in the Office.

The flowchart shows the general provisions of both
the citation of prior art and ex parte reexamination
proceedings, including reference to the pertinent rule
sections.

On November 29,1999, Public Law 106-113 was
enacted, and expanded reexamination by providing an
"inter partes" option. Public Law 106-113 aulborized
the extension of reexamination proceedings via an
optional inter partes reexamination procedure in addi
tion to the present ex parte reexamination as a means
for improving the quality of United States patents. 35
U.S.C. 311 - 318 are directed to the optional inter
partes reexamination procedures. The final rules to
implement the optional inter partes reexamination
were published in the Federal Register on December
7,2000 at 65 FR 76756 and in the Official Gazette on
January 2, 2001 at 1242 OG 12.
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2202 Citation of Prior Art

35 U.s.c. 301. Citation ofprior art.

Any person at any time may cite to the Office in writing prior
art consisting of patents or printed publications which thatperson
believes to have a bearingon the patentability of any claim of a
particular patent. If the person explains in writing the pertinency
and manner of applying such priorart to at least one claim of the
patent, the citation of such prior art and the explanation thereof
will become a partof the official file of the patent. At the written
request of theperson citingtheprior art, his orheridentity willbe
excludedfromthepatent file andkept confidential.

37 CFR 1.501. Citation ofprior art in patent files.

(a) At any time during the period of enforceability of a
patent,any person may cite, to the Office in writing,priorart con':
sisting of patents or printed publications which that person states
to be pertinent and applicable to thepatentand believes to have a
bearingon the patentability of any chum of the: patent. If the cita
tion is made by the patent owner, the explanation of pertinency
and applicability may include an explanation of how. the claims
differ from the prior art. Such citations shall be entered in the
patent file except as set forth in §§ 1.502 and 1.902.

(b) If the person making the citation wishes his or her iden
tity to be excluded from the patent file and kept confidential, the
citationpapersmust be submittedwithoutanyidentification of the

person making the submission.

(c) Citation of patents or printed publications by the public
in patent files should either: (1) Reflect that a copy'of the: same
has been mailed to the patentowner at the addressas provided for
in § 1.33(c); or in the event service is not possible (2) Be filed
with the Office in duplicate.

Prior art in the form of patents or printed publica
tions may be cited to the Office for placement into the
patent files. Such citations may be made without pay
ment of a fee. Citations of priorart may be made sep
arate from and without a request for reexamination,

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in general
that such patents or printed publications are in exist
ence and should be considered when evaluating the
validity of the patent claims. Placement of citations in
the patent file along with copies of the cited prior art
will also ensure consideration thereof during any sub
sequent reissue or reexamination proceeding.

2204 Time for Filing Prior Art Citation

Citations of prior art may be filed "at any time"

The citation of prior art provisions of 35 U.S.C. 301
and 37 CFR 1.501 do not apply to citations or protests
filed in pending applications.

2203 Persons Who May Cite Prior Art

The patent owner, or any member of the public,
may submit prior art citations of patents or printed
publications to the Office. 35 U.S.C. 301 states that
"Any person at any time may cite to the Office...."

"Any person" may be a corporate or governmental
entity as well as an individual.

If a person citing prior art desires his or her identity
to be kept confidential, such a person need not iden
tify himself or herself.

"Any person" includes patentees, licensees, reex
amination requesters, real parties in interest, persons
without a real interest, and persons acting for real par
ties in interest without a need to identify the real party
of interest.

The statute indicates that "at the written request of
the person Citing the prior art, his or her identity will
be excluded from the patent file and kept confiden
tial". Although an attempt will be made to exclude
any such written request from the public files, since
the review will be mainly clerical in nature, complete
assurance of such exclusion cannot be given. Persons
citing art who desire to remain confidential are there
fore advised to not identify themselves anywhere in
their papers.

Confidential citations should include at least an
unsigned statement indicating that the patent owner
has been sent a copy of the citation papers. In the
event that it is not possible to serve a copy on the
patent owner, a duplicate copy should accompany the
original of the prior art citation, when the original is
filed with the Office.

Patent examiners should not, at their own initiative,
place in a patent file or forward for placement in the
patent file, any citations of prior art. Patent examiners
are charged with the responsibility of making deci
sions as to patentability for the Commissioner. Any
activity by examiners which would appear to indicate
that patent claims are not patentable, Outside of those
cases pending before them, is considered to be inap
propriate.

under 35 U.S.C. 301. However, this period has been
defined by rule (37 CPR 1.501(a» to be "any time
during the period of enforceability of a patent." The
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period of enforceability is the length of the term of the
patent plus the 6 years under the statute of limitations
for bringing an infringement action (35 U.S.C. 286).
In addition, if litigation is instituted within the period
of the statute of linritations, citations may be submit
ted after the statute of linritations has expired, as long
as the patent is still enforceable against someone.
While citations of prioratt may be filed at any time
during the period of enforceability of the patent, cita
tions submitted after the date of any order to reexam
ine will not be entered into the patent file until the
pending reexamination proceeding has been termi
nated(37 CFR 1.501(a», unless the citations are sub
nritted (1) by the patent owner, (2) by a reexamination
requester who also subnrits the fee and other docu
ments required under 37 CFR 1.510, or (3) in a third
party requester's reply under 37 CFR 1.535, or as an
enterable submission in an inter partes reexamination
proceeding. To ensure that prior art cited by a third
party is considered without the payment of another
reexanrination fee, it must be presented before reex
amination is ordered.

The purpose of this rule is to prevent harassment of
the patent owner due to frequent subnrissions of prior
art citations during reexanrination proceedings.

2205 Content of Prior Art Citation

The prior art which may be subnritted under 35
U.S.c. 301 is linrited to "written prior art consisting
of patents or printed publications."

An explanation is required of how the person sub
nritting the prior art considers it to be pertinent and
applicable to the patent; as well as an explanation of
why it is believed that the prior art has a bearing on
the patentability of any claim of the patent. Citations
of prior art by patent owners may also include an
explanation of how the claims of the patent differ
from the prior art cited.

It is preferred. that copies of all the cited prior pat
ents or printed publications and any necessary English
translation be included so that the value of the cita
tions may be readily determined by persons inspect
ing the patent files and by the examinerduring any
subsequent reissue or reexamination proceeding.

All prior art citations filed by persons other than the
patent owner must either indicate that a copy of the
citation has been mailed to, or otherwise served on,
the patent owner at the correspondence address as

defined under 37 CFR 1.33(c), or if for some reason
service on the patent owner is not possible, a duplicate
copy of the citation must be filed with the Office
along with an explanation as to why the service was
not possible. The most recent address of the attorney
or agent of record may be obtained from the Office's
register of registered patent attorneys and agents
maintained by the Office of Enrollment and Disci"
pline pursuantto 37CFR 10.5 and 10.11(a).

All prior art citations subnritted should .identify the
patent in which the citation is to be placed by the
patent number, issue date, and patentee.

A cover sheet with an identification of the patent
should have firmly attached to it all other documents
relating to the citation so that the documents will not
become separated during processing. The documents
themselves should also . contain, or have placed
thereon, an identification of the patent for which they
are intended.

Affidavits or declarations relating to the prior art
documents submitted may accompany the citation to
explain the contents or pertinent dates in more detail.
A commercial success affidavit tied in with a patticu
lar prior art document may also be acceptable. For
example, the patent owner may wish to cite a patent or
printed publication which raises the issue of obvious
ness of at least one patent claim. Together with the
cited art, the owner may file (a) an affidavit of com
mercial success or other evidence of nonobviousness,
or (b) an affidavit which questions the enablement of
the teachings of the cited prior art.

No fee is required for the subnrission of citations
under 37 CPR 1.501.

A prior art citation is linrited to the citation of pat
ents and printed publications and an explanation of
the pertinency and applicability of the patents and
printed publications. This may include an explanation
by the patent owner as to how the claims differ from
the prior art. It may also include affidavits and decla
rations. The prior art citation cannot include any issue
which is not directed to patents and printed publica
tions. Thus, for example, a prior art citation cannot
include a statement as to the claims violating
35 U.S.C. 112, a statement as to the public use of the
claimed invention, or a statement as to the conduct of
the patent owner. A prior art citation must be directed
to patents and printed publications and cannot discuss
what the patent owner did, or failed to do, with
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respect to submitting and/or describing patents and
printed publications, because that would be a state
ment as to the conduct of the patent owner. The cita
tion also should not contain argument and discussion
of references previously treated in the prosecution of
the invention which matured into the patent or refer
ences previously treated in a reexamination proceed
ing as to the patent.

If the prior art citation contains any issue not
directed to patents and printed publications, it should
not be entered iuto the patent file, despite the fact that
it may otherwise contain a complete submission of
patents and printed publications with an explanation
of the pertinency and applicability. Rather, the prior
art citation should be returned to the sender as
described in MPEP § 2206.

Examples of letters submitting prior art under
37 CPR 1.501 follow.

EXAMPLE I
Submission by a third party:

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

lnre patent of
Joseph Smith
Patent No. 9,999,999
Issued: July 7, 2000

For: Cutting Tool

Submission of Prior Art Under 37 CFR

L2ll

Hon. Assistant Commissioner for Patents
Washington, D. C. 20231

Sir:

The undersigned herewith submits lnthe
above identified patent the following
prior art (including copies thereof)
which is pertinent and applicable to
the patent and is believed to have a
bearing on the patentability of at
least claims 1 - 3 thereof:

1I'.. tcl "1; aJ. U.S. 2,585,416 lIpril 15, 1933
MoGe.. U.S. 2, 722,794 May 1, 1.934
"",,11< lOt aJ. U.S. 3,625,291 J'Une 1.6, 1936

~a~;:O~':.t~~;'~ferenqeS:di~:eloses.a ..cue
ting tool strikingly similar to the de
vice of Smith in haVing pivotal handles
with' eutt1ng blade$ and a pair of dies.
It ill believed that each of the :refer
enoes has a bearing on the patentabili·
ty of claims 1-3 of the Smith patent.

l~s:df,~f,:<a;s",Plalms.1 'and ,',2 a~. 'con
¢~X'rf~~,'; ._~c~ ',. of __ the _r~e~en¢~s_-~learJ.y
anticipates the claimed subject matter
under 35 U.S.C 102.

AS to claim 3, the differences between

the subject matter of this claim and
the cutting tool of Weid et al are

shown in the device of Paulk et al.

Further, Weid et al suggests: that dif
ferent- cutting blades can be used in

their device. A person of ordinary
skill in the art at the time the inven

tion was made would have been led by the

suggestion of Weid et al to the cutting

blades of Paulk et al as obvious sub

stitutes for the blades of weidet al.

Respectfully submitted,

(Signed)

John Jones
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Certificate ofSeryicg

I hereby certify on this first day "of

June 1982, that a true and,correct copy
of the foregoing .... Submission of. Prior
Art" was mailed by first-:-class mail,
postage paid, to:

Ben Schor
555 Any Lane
Anytown , VA 22202

(Signed)

John Jones

EXAMPLE II
Submission by the patent owner:

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith
Patent No. 9,999,999
Issued: July 7, 2000
For: Cutt~ng Tool

Submissio"n Qf PriQrArt Under 37 eER

~

Hon. Assistant Commissioner for Patents
Washington, D. C. 20231

Sir:

The undersigned herewith submits'inthe
above identified patent the following
prior art (including copies thereof)
which is pertinent and applicable to
the patent .and is believed to' have a
bearing on the patentability of at
least claims 1 -,-' 3 thereof:

We;de e1; al U.8. 2,,5$5,41$ ;,prU' 15; 1933
~; '0~:S.,,'2# 'J12·2:,a·94:::-'yii3;:i':·: :1:934':
~alJ!. et 1\1 U.,8. 3,~2S,2Jll JlU1& 1.l>, 1936

E:~6h:~f:' "tllEJ·.~r¢~~t~Ce$ .•:disc:1QS~· .fl.' .cut, .,
t1ng toot strikingly similar to the de
vice of Smith in having pivotal handles
~lth cutting blades and a pahof dies.
whiie it' is believed that each of the
rElf~r:e.Il~~s,'.. has,·.·a··baaring on -the, pate,nt
ab;ility' of claims 1-3 of the Smith pat
eO;~,th~,su~~e:~;.m~~~r:claimed~iffers
frQAt-;tl1,e'references and is believed
patentable thereover

InS5)~~r:,A~,,':,ClaimS,1 a,nd ,2 are con
oe;:~E!~; ,',',. XlRn~ ,ofthere'f~enc~s ,sh~ the
partioular dies olaimed and the etzuc
tur~" Q,!' ::,;t~¢s~: clailQ~ dies:, 'fQ~ld- .noe
~~y,~:p,~~:.o~~~O\l~ tP,.,(1.: £?ta,~on. _9for<ii"
nary skill in the art at the time the
i:nventiott' ~a:~:" Inade:'

As to. claim 3, while the cutting blades
required by this claim are shown in
Paulk et al, the remainder of the
claimed structure is found only in Weid
et al. Aperson of ordinary skill in
the art at the time the invention was made
would not have found it obvious to
substitute the cutting blades of Paulk
et al for those of Weid.et al. In fact,
the disclosure of Weid et al would lead
a person of ordinary skill in the art
away from the use of cutting blades
such as shown in Paulk et al.

The reference to McGee, while generally
Similar, lacks the particular cooperation
between the elements which is specifically
set forth in each of claims 1-3.

Respectfully submitted,

(Signed)

William Green
Attorney for Patent owner
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2206 Handling of Prior Art Citation

Prior art citations received in the Office will be for
warded to the Technology Center (TC) that currently
examines the class and subclass in which the patent to
which the prior art citations are addressed is classified
as an original.

It is the responsibility of the TC to immediately
determine whether a citation meets the requirements
of the statute and the rules and to enter it into the
patent file at the appropriate time if it is proper.

If a proper citation is filed after the date of an order
for reexamination but it is not entitled to entry pursu
ant to the reexamination rules, the citation is retained
(stored) in the TC until the reexamination is termi
nated. Note 37 CPR 1.501(a) and MPEP § 2294. A tag
should be placed on the reexamination file as a
reminder of the citation to be placed in the patent file
after termination of the reexamination proceeding.
The citation is then placed in the TC's citation storage
file. After the reexamination proceeding is terminated,
the citation is removed from the storage file and pro
cessed for placement in the patent file. Citations filed
after the date of an order for reexamination which are
not entitled to entry pursuant to the reexamination
rules will not be considered by the examiner during
the reexamination.

I. CITATION QUALIFIES FOR ENTRY UN
DER 37 CFR 1.501

A. Citations by Third Party

1. Prior to Order in Any Pending Reexamina
tion Proceeding

If the citation is proper (i.e., limited to patents and
printed publications) and is filed prior to an order in a
reexamination proceeding, it should be immediately
entered into the patent file. If the citation includes an
indication of service on the patent owner, the citation
is merely timely entered and no notice of such entry is
sent to any party. If the citation does not include an
indication of service, the patent owner should be noti
fied that a citation of prior art has been entered into
the patent file. If a duplicate copy of the citation was

filed, the duplicate copy should be sent to the patent
owner along with the notification. If no duplicate
copy is present, no copy will be sent with the notifica
tion. Wording similar to the following should be used:

"A citation of prior art under 35 U.S.c. 301 and
37 CPR 1.501 has been filed on __ in your patent
number __ entitled .

This notification is being made to inform you that
the citation of prior art has been placed in the file
wrapper of:

[ ] the above identified patent.

[ ] reexamination control # _

The person submitting the prior art:

1. [ ] was not identified

2. [ ] is confidential

3. [ ] is "

2. After the Order in Any Pending Reexamina
tion Proceeding

If the citation is proper but is filed after an order for
reexamination in a pending reexamination, the cita
tion is not entered at the time because of the ongoing
reexamination. The patent owner and sender (if
known) should be alerted of this fact. Such notifica
tion is important to enable the patent owner to con
sider submitting the prior art under 37 CPR 1.555
during the reexamination. Such notification will also
enable the third party sender to consider the desirabil
ity of filing a separate request for reexamination. If
the citation does not include service of a copy on the
patent owner and a duplicate copy is submitted, the
duplicate copy should be sent to the patent owner
along with the notification. If a duplicate copy is not
present, no copy will accompany the notification to
the patent owner. In this situation, the original copy
(in storage) should be made available for copying by
the patent owner. If the citation includes service of a
copy on the patent owner, the citation is placed in
storage and not entered until the reexamination is ter
minated. The patent owner and third party sender (if
known) should be given notice of this action.

An example of a letter giving notice to the patent
owner and third party sender is as follows.
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John A. Jones (Citation Sender)
JOnes& Smith
1020 United First Bldg.
1033 Any Street
U.S. Town, Washington 98121

Richard A. Davis (Patent Owner)
The A.B. Good Co.
Patent Law Dept.
9921 Any Road
Any City, Ohio 44141

2206

In re Doe, et al
Examination Proceeding
Control No. 90/999,999
Filed: February 7, 2000
For: U.S. Patent No. 9,999,999

NOTIFICATION RE
PRIOR ART CITATION

The prior art oitation filed May 19, 2000, 18 a proper oitation under 37 CiR

1.501(a); however, it was filed after the May 2, 2000, date of the order for
reexamination in reexamination control' 90/999,999.

Because the prior art citation was filed after the date of the order for reexamination, the citation
is being retained in the Technology Center (fC 1700) Until the reexamination is terminated. Note
37 CPR I.SOI(e) and MPEP § 2294. At that time, the citation will be processed for placement in
the patent file ofpatent # 9,999,999.

The prior art citation filed Kay 19, 2000, will not be considered in reexamina
tion control' 90/999,999.

The patent owner and sender of the citation are being provided with a copy of
this notification. If appropriate, the patent owner lIlay wish to consider submit
ting prior art from the prior art citation pursuant to 37 CJi'R 1.555 during the
reexamination proceeding (reexamination control • 90/999,999). In addition, if
appropriate, the sender may file a request for reexamination to place the art of
the prior art citation before the patent examiner.

Kenneth M. Schor
Special Programs Examiner
Technoiogy Center 3700
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B. Citation Filed by Patent Owner

If a proper prior art citation is filed by the patent
owner, it should be entered in the file. This is true
whether the citation is filed prior to or after an order

for reexamination has been mailed. No notification to
the patent owner is necessary.

The following diagram shows the various situations
which can occur when a proper prior art citation is
filed and the action to be taken for each alternative sit
uation:
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PROCESSING OFCITATIONS OF PRIOR ART WHICH QUALIFY
FOR ENTRY UNDER 37 CFR 1.501

CITATION QUALIFIES UNDER 37 CFR 1,501

I I
FILED BY THIRD PARTY FILED BY PATENT OWNER

I .: •
.. I I

PRIOR TO REEXAMINATION ORDER ~FTER REEXAMINATION ORDER
I I

I I I I •
NO SERViCE ~ERVICE OF NO SERVICE SERVICE

,,
OF COpy COPY OF COPY OF COPY •• I .' II ..• .: I I I I I

I . I IDUPUCATE COpy NO DUPUCATE I DUPUCATE COPY NO DUPUCATE I I
PRESENT COpy PRESENT I PRESENT COpy PRESENT I I

• I
I I I

• I

:Notice 10 I
INollce10

,
I Notice 10

•third party third party I\hlrd party
I ~ known ~known I"known

Notice 10 I I
Nollce 10

I Notice to Notice 10 INotice 10pattnt owntr patlnt owner
I pallnl owner pallnl owner :pattnt owner
I

Or~lntl co~y Or~lntl co~y Cltallon
I Or~lntl copy ~ut Or~lna' copy ~ut:ClIttlon put Citationtntertd In 'I tnttred In It Inttred :In atoragt unll In oragl unll lin atOllgt until rn:~edIn flit ,rHXlmlntllon IHllmlnatlon IIHllmlntllon n

Dupllcalt No:YMntlo ,termlnaled Itrmlnaled 'ltrmlnaled
I I

copy ..nllo pt owntr ,Dupllcetl copy No copy Mnl to :paltnl owner
I ..nllo paltnl paltnl ownar I
lown.r •

ACTION TAKEN BY APPROPRIATE PARTY
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II. CITATION DOES NOT QUALIFY FOR
ENTRY UNDER 37 CFR 1.501

A. Citation by Third Party

If the citation is not proper (i.e., it is not limited to
patents or printed publications), it should not be
entered in the patent file. The sender (if known) and
the patent owner in all cases should be notified that
the citation is improper and that it is not being entered
in the patent file. The handling of the citation will
vary depending on the particular following situation.

1. Service of Copy Included

Where the citation includes an indication of service
of copy on the patent owner and. the identity of the
third party sender is known, the original citation paper
should be returned to the third party sender along with
the notification of nonentry. If the identity of the third
party sender is not known, the original Citation papers
should be discarded.

2. Service of Copy Not Included; Identity of
Third Party Sender Known

Where the citation does not include an indication Of
service on the patent owner, the identity of the third
party sender is known, and a duplicate copy of the
citation is present, the original citation papers should
be returned to the third party sender and the duplicate
copy should be sent to the patent owner along with the
notification of nonentry. If the duplicate copy required
in 37 CPR 1.501(c) is not present, the original citation
papers should be sent to the PATENT OWNER along

with the notification of nonentry. The third party
sender should be sent a notification that the citation
was not entered and that the original citation papers
were sentto the patent owner.

3. Service of Copy Not Included; Identity of
Third Party Sender Not Known

Where the citation does not include an indication of
service, the identity of the third party sender is not
known, and a duplicate copy of the citation is or is not
present, the duplicate copy (if present) should be dis
carded and the original citation papers should be sent
to the patent owner along with the notification of non
entry.

B. Citation Filed by the Patent Owner

If. an .improper prior. art citation under 37 CFR
1.501 is filed by the patent owner prior to an order for
reexamination, it should not be entered in the file.

The patent owner shouldbe notified of the nonen
try, and the citation papers should be retntned to the
patentowner along with thenotification. Priorart sub
mission filed by the patent owner after all order for
reexamination should be entered in the file under 37
CFR1.555.

The following diagram shows the various situations
which can occur when an improper prior art citation is
filed and the action to be taken for each alternative sit
uation. Any unusual problems should be brought to
the attention of the Office of Patent Legal Administra
tion.
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PROCESSING OF CITATIONS OF PRIOR ART WHICH DO NOT QUALIFY
FOR ENTRY UNDER 37CFR 1.501
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2207 Entry of Court Decision in
Patent File

The Solicitor's Office processes notices required by
35 U.S.c. 290, received from the clerks of the various
courts, and has them entered in thep~tent file. How
ever, it is considered desirable that the entire court
decision be supplied to the Offi~~ for entry into the
patent file.. Accordingly, the Office will accept at any
time from anypartyforplace~entin the patent file,
submissions of the following:' copies of notices of
suits and other proceedings involving the patent and
copies of decisions or other court papers, or papers
filed in the court, from litigations or other proceedings
involving the patent. Such submissions' must be pro
vided without additional comment.iPersons making
such submissions must limit the submission to the
notification and not include furtherargu~ents or
information. Any proper submission will be promptly
placed on record (entered) in the patent file. Entry of
these submissions is perfonried by theFilesReposi
tory personnel, unless a reexamination proceeding is
pending, in which case, the Technology CenteL(o~

other area of the Office) having responsibility for the
reexamination enters the submission.

WHERE A REQUES'fF()R REExAMINATION
OF THE PATENT HAS BEEN FILED

It is important for the Office to be aware of any
prior court or other proceedings ill which a patent
undergoing reexamination is or wasinvolved, and anY
results of such proceedings, In accordance with 37
CFR 1.565(a), the patent ownerisrequired to provide
the Office with information regarding the existence of
any such proceedings and the results' thereof, if
known. As to third parties, note as follows. Ordinarily,
while a reexamination proceeding is pending, third
party submissions filed after the date of the order are
not placed in .the reexamination or the patent file.
However, in order to ensure a complete file, with
updated status information as to prior proceedings
regarding a patent undergoing reexamination, submis
sions (as above-described) limited to bare notice of
the proceedings, with copies of the papers of the pro
ceedings, will be accepted and placed in the file at any
time during the reexamination from any party. See
MPEP § 2240 and § 2242 for handling of requests for
reexamination of patents involved in litigation.

2208 Service of Citation on Patent
Owner

A copy of any submission of a citation of prior art
patents or printed publications in a patent file should
be served on the patent owner so that the patent owner
is kept fully informed as to the content of his or her
patent file wrapper. See MPEP § 2206 for handling of
prior art citations.

The service to the patent owner should be
addressed to the correspondence address as set forth
in 37 CPR 1.33(c). See MPEP § 2222 as to the corre
spondence address.

2209 Reexamination

Procedures for reexamination of issued patents
began on July I, 1981, the date when the reexamina
tion provisions of Public Law 96-517 came into
effect.

The reexamination statute and rules permit any per
son.to file a request for reexamination containing cer
tain elements and the fee required under 37 CPR
1.20(c). The9ffice initially determines if "a substan
tial new questionof patentability" (35 U.S.c. 303(a))
is presented. If such a new question has been pre
sented, reexamination will be ordered. The reexami
nation proceedings which follow the order for
reexamination are very similar to regular examination
procedures in patent applications; however, there are
notable differences. For example, there are certain
limitations as.to the kind of rejections which may be
made, special reexaniiriation forms to be used, and
time periods set to provide "special dispatch." When
'the reexamination proceedings are terminated, a cer
tificate is issued which indicates the status of all
claims following the reexamination.

The following sections of this chapter explain the
details of reexamination.

The intent of thereexamination procedures covered
in this chapter include the following:

(A) To provide procedures for reexamination of
patents;

(B) To implement reexamination in an essentially
ex parte manner;

(C) To minimize the processing costs and com
plexities of reexamination;

(D) To maximize respect for the reexamined
patent;
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(E) To provide procedures for prompt and timely
determinations by the Office in accordance with the
"special dispatch" requirements of 35 U.S.C. 305.

The basic characteristics of reexamination are as
follows:

(A) Anyone can request reexamination at any
time dnring the period of enforceability of the patent;

(B) Prior art considered during reexamination is
limited to prior art patents or printed publications
applied under the appropriate parts of 35 U.S.C. 102
and 103;

(C) A snbstantial new question of patentability
mnst be present for reexamination to be ordered;

(D) If ordered, the actual reexamination proceed
ing is ex parte in nature;

(E) Decision on the request mnst be made no later
than 3 months from its filing, and the remainder of
proceedings must proceed with "special dispatch;"

(F) If ordered, a reexamination proceeding will
normally be conducted to its conclusion and the issu
ance of a reexamination certificate;

(0) The scope of a claim cannot be enlarged by
amendment;

(H) All reexamination and patent files are open to
the public.

2210 Request for Reexamination

35 U.S.c. 302. Requestfor reexamination.
Any person at any time may file a request for reexamination by

the Office of any claim of a patent on the basis of any prior art
cited under the provisions ofsection 301 ofthis title. The request
must be in writing' and must be accompanied by payment of a
reexamination fee established by the Director pursuant to the pro
visions of section 41 of this title. The request must set forth the'
pertinency and manner of applying cited prior art to every claim
for which reexamination isrequested. Unless the requesting per
son is the owner of the patent, the Director promptly will send a
copy of the request to the owner ofrecord of the patent.

37 CFR 1.510. Requestfor ex parte reexamination.
(a) Any person may. at any time dnring the period of

enforceability of a patent, file a request for an ex parte reexamina
tion by the Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501. The request
must be accompanied by the fee for requesting reexamination set
in § 1.20(c)(I).

(b) Any request for reexamination must include the follow
ing parts:

(I) A statement pointing out each substantial new ques
tion of patentability based on prior patents and printed publica
tions.

(2) An identification of every claim for which reexamina
tion is requested, and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim.for which
reexamination is requested. ir appropriate the party requesting
reexamination may also point out how claims distinguish over
cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(I) and (2) of this section
accompanied by an English language translation of all the:neces
sary and pertinent parts of any non-English language patent or
printed publication.

(4) A copy of the entire patent including the front face,
drawings, and specification/claims (in double column format) for
which reexamination is requested, and a copy of any disclaimer,
certificate ofcorrection, or reexamination certificate issued in the
patent. All copies must have each page plainly written on only one
side of a sheet of paper.

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served in its entirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to the
Office.

(c) If the request .does not include the fee for requesting
reexamination or all.of the parts required by paragraph (b) of this
section, the person identified as requesting reexamination will be
so notified aildgiven an' opportunity to complete the request
within a specified time. If the fee for requesting reexamination has
been paid but the defect in the request is not corrected within the
specified time, the determination whether or not to institute reex
amination will be made on the request as it then exists. If the fee
for requesting reexamination has not been paid, no determination
will be,l11ade and the request will be placed in the patent file as a
citation if it complies with the requirements of § 1.501(a).

(d) The filing date ofthe request is:
(I ) The date on which the request including the entire fee

for requesting reexamination is received. in the Patent and Trade
mark Office; or

(2)· The date on which the last portion of the fee for
requesting reexamination is received.

(e) A request filed by the patent owner may include a pro
posed amendment in accordance with § 1.530.

(f) If a request is filed by. an attorney or agent identifying
another party onwhose. behalf the request is being filed, the attor
ney or agent must have a power of attorney from that party or be
acting in a representative capacity pursuant to § 1.34(a).

Any person, at any time during the period of
enforceability of a patent, may file a request for reex
amination by the U.S. Patent and Trademark Office of
any claim of the patent based on prior art patents or
printed pnblications. The reqnest must include the ele
ments set forth in 37 CFR 1.51O(b) (see MPEP
§ 2214) and must be accompanied by the fee as set
forth in 37 CFR 1.20(c)(I). No attempt will be made
to maintain a requester's. name in confidence.
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After the request for reexamination, including the
entire fee for requesting reexamination, is received in
the Office, no abandonment, withdrawal, or striking
of the request is possible, regardless of wbo reqnests
the same. In some limited circumstances, such as after
a court decision where all of the claims are finally
held invalid, a reexamination order may be vacated,
see MPEP § 2286.

2211 Time for Requesting Examinations

Under 37 CFR 1.51O(a), any person may, at any
time during the period of enforceability of a patent,
file a request for reexamination. This period was set
by rule, since the Office considered that Congress
could not have intended expending Office resources
on deciding patent validity questions in patents which
cannot be enforced. In this regard see Patlex Corp. v.
Mossinghofj, 758 I'.2d 594, 225 USPQ 243, 249 (Fed.
Cir. 1988). The period of enforceability is determined
by adding 6 years to the date on which the patent
expires. The patent expiration date for a utility patent,
for example, is determined by taking into account the
term of the patent, whether maintenance fees have
been paid for the patent, and whether .any disclaimer
was filed as to the patent to shorten its term. Any
other relevant information should also be taken into
account. In additi.o~, if litigation is instituted within
the period of the statute of limitations, requests for
reexamination may be filed after the statute of limita
tions has expired, as.long as the patent is still enforce
able against someone.

2212 Persons Who May File a Request

37 CFR 1.510. Requestfor reexamination.
(a) Any person may, at any time during the period. of

enforceability of a patent, file a request for an ex parte reexamina
tion by, the Office, 9£any claim of the patent on the basis of prior
art patents or printed publications cited under §,1.501. The request
must be accompanied by the fee for requesting reexamination set
in § 1.20(c)(I).

*****

35 U.S.c. 302 and 37 CFR 1.5l0(a) both indicate
that "any person" may file a request for reexamination
of a patent. Accordingly, there are no persons who are
excluded from being able to seek reexamination. Cor
porations and/or governmental entities are included
within the scope of the term "any person." The patent
owner can ask for reexamination which will be lim"

ited to an ex parte consideration of prior patents or
printed publications, If the patent owner wishes to
have a wider consideration of issues by the Office,
including matters such as prior public use or sale, the
patent owner may file a reissue application. It is also
possible for the Commissioner to initiate reexamina
tion on the Commissioner's own initiative under
37 CFR 1.520. Reexamination will be initiated by the
Commissioneron avery limited basis, such as where
a general public policy question is atissue and there is
no interest by "any other person." Some of the per
sons likely to use reexamination are patentees, licens
ees, potential licensees, attorneys without
identification oftheir real client in interest, infringers,
potential exporters, patentlitigants, interference appli
cants, and International Trade Commission respon
dents. The name of the person who files the request
will not be maintained in confidence.

2213 Representative of Requester

37 CFR 1.510. Request for ex parte reexamination.

*****
(f) If a request is filed by an attorney or agent identifying

another .party on whose behalf the request is being filed, the attor
ney or agent must have a power of attorney from that party or be
acting in a representative capacity pursuant to § 1.34(a).

Where an attorney or agent files a request for an
identified client (the requester), he or she may act
under either a power of attorney, or actin a represen
tativecapacityunder 37 CPR 1.34(a), 37 CFR
1.51O(f). While the filing of the po\\,er of attorney is
desirable, processing of. the reexamination request
will not be delayed due to its absence.

If any question of authority to act is raised, proof of
authority may be required by the Office.

All correspondence for a requester that is not the
patent owner should be addressed to the representa
tive of the requester, unless a specific indication is
made to forward correspondence to another address.

If the request is filed by a person on behalf of the
patent owner, correspondence will be directed to the
patent owner at the address as indicated in 37 CFR
1.33(c), regardless of the address of the person filing
the request. See MPEP § 2222 for a discussion of who
receives correspondence on behalf of a patent owner
and how changes in the correspondence address are to
be made.
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A patent owner may not be represented during a
reexamination proceeding by an attorney or other per
son who is not registered to practice before the Office,
since those individuals are prohibited by 37 CPR
1.33(c) from signing amendments and other papers
filed in a reexamination proceeding on behalf of the
patent owner.

2214 Content of Request

37 CFR 1.510. Request/or ex parte reexamination.
(a) Any person may, at any time during the period of

enforceability of a patent, file a request for an ex parte reexamina
tion by the Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501. The request
must be accompanied by the fee for requesting reexamination set
in § 1.20(c)(I).

(b) Any request for reexamination must include the follow
ing parts:

(1) A statement pointing out each substantial new ques
tion of patentability based on prior patents and printed publica
tions.

(2) An identification of every claim for which reexamina
tion is requested, and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim for which
reexamination is requested. If appropriate the party requesting
reexamination may also point out how claims distinguish over
cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(I) and (2) of this section
accompanied by an English language translation of all the neces
sary and pertinent parts of any non-English language patent or
printed publication.

(4) A copy of the entire patent including the front face,
drawings, and specification/claims (in double column format) for
which reexamination is requested, and a copy of any disclaimer,
certificate of correction, or reexamination certificate issued in the
patent. All copies must have each page plainly written on only one
side of a sheet of paper.

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served in its entirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to the
Office.

*****

37 CPR 1.51O(a) requires the payment of the fee
specified in 37 CPR 1.20(c)(I) for a request for reex
amination. See MPEP § 2215.

37 CPR 1.510(b) sets forth the required elements of
a request for reexamination. The elements are as fol
lows:

"(1) a statement pointing out each substantial new
question of patentability based on .prior .patents • and
printed publications."

This statement should clearly point out what the
requester considers to be the substantial new question
of patentability which wouldwarrant a reexamination.
The cited prior art should be listed on a form PIO
1449 by the requester. See also MPEP § 2217.

A request for reexamination must assert a substan
tial new question of patentability. A requester may
not, in a request for reexamination, argue that the sub
mitted references do not raise a substantial new ques
tion of patentability, and that no order for
reexamination should be issued.

"(2) An identification of every claim for which reex
amination is requested, and a detailed explanation of the
pertinency and manner of applying the cited prior art to
every claim for which reexamination is requested. If
appropriate the party requesting reexamination may also
point out how claims distinguish over cited prior art."

The request should apply the cited prior art to every
claim for which reexamination is requested. If the
request is filed by the patent owner, he or she may
also indicate how the claims distinguish from the
cited prior art patents and printed publications.

"(3) A copy of every patent or printed pnblication
relied npon or referred to in paragraph (b)( I) and (2) of
this section accompanied by an English language transla
tion of all the necessary and pertinent parts of any non
English language patent or printed publication."

A copy of each cited patent or printed publication,
as well as a translation of each non-English document
is required so that all materials will be available to the
examiner for full consideration. See MPEP § 2218.

"(4) A copy of the entire patent including the front
face, drawings, and specification/claims (in .double col
umn format) for which reexamination is requested, and a
copy of any disclaimer, certificate of correction, or reex
amination certificate issued in the patent. All copies must
have each page plainly written on only one side of a sheet
of paper."

A copy of the patent, for which reexamination is
requested, should be provided in a double column for
mat. Thus, a full copy of the printed patent (including
the front page) can be used to provide the abstract,
drawings, specification, and claims of the patent for
the reexamination request.
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Any disclaimer, certificate of correction, or reex
amination certificate issued in the patent becomes a
part of the patent. Thus, a copy of each must be sup
plied in order to provide the complete patent.

"(5) A certification that a copy of the reqnestfiled by a
person other than the patentowner hasbeen served-in its

.entirely on the-patent ownerat the address as provided for
in § 1.33(c). The name and address of the party served
mustbe indicated. If servicewas notpossible, a duplicate
copy mustbe supplied to theOffice."

If the request is filed by a person other than the
patent owner, a certification that a copy of the request

papers has been served on the patent owner must be
included. The request should be as complete as possi
ble, since there is no guarantee that the examiner will
consider other prior art when making the decision on
the request. Also, ifno statement is filed by the patent
owner, no later reply or other submission may be filed
by the requester in the ex parte reexamination pro
ceeding. See also MPEP § 2220.

Form PTO-1465 should be helpful to persons filing
requests for reexamination. The use of this form is
encouraged, but its use is not a requirement of the law
northe rules.
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PTOISBI57 (02-tl1)
Approv.ct for un through0113112004. OMS 0851-0033

U.S. Pet,nt end T,.d,rnark Ofb: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995. no pemml .... !!QUW'ed to ....pond to. colleCiIon of Informellon "'nlnl It displ!yt. valid OMB col'ltrot numblt.

fAJao ....... Io ..fORMPTO~14111) '., '" ," '._" ," ,',' " . i

REQUEST FOR E)(PARTE REEXAMINATION TRANSMITTAL FORM

2214

Add,..•• 10:

Assistent Commissioner for Pstents
Box Reexam
Washington, D.C. 20231

Attorney Docket No.

Oete:

1. 0 This Is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number _
Issued___ . The request Is made by:

o patent owner. o Ihlrd party requester.

2. 0 The name and address of the person requesting reexamination Is:

----------------- ----------_._--------

3.0 e. A check in the amount of $ Is enclosed to cover the reexamination fee, 37CFR 120 (e)(I);

o b. The Commissioner Is hereby authorized to charge the fee as set forth In 37CFR 120 (e)(1)
to Deposit Account No. : or

o c. Payment by credll card. Form PTO-2038 Is attached.

4. 0 Any refund should be made by 0 check or 0 credit to Deposit Account No.
37 CFR 1.26(c). If payment is made by credit card, refund must be to credit card account.

5. 0 A copy of the patent to be reexamined having a double.column format on one side of a separate
paper is enclosed. 37 CFR 1.510(b)(4)

6.0 CD-ROM or CD-R In duplicate, Computer Program (Appendix) or large table

7.0 Nucieotlde and/or Amino Acid Sequence Submission
If eppllcable, all of fhe following are necessary

a. 0 Computer Readable Form (CRF)
b. Specification Sequence Ustlng on:

I 0 CD· ROM (2 copies) or CD-R (2 ~ples); or

I it 0 paper

c. 0 Statements verifying Identity of ebove copies

8.0 A copy of any disclaimer, cenlficate of correction or reexamination cenlficate Issued in the patent Is
Included.

9,0 Reexamination of clalm(s) __isrequested.

10.0 A copy of every patent or printed publication relied upon Is SUbmittedherewith Including 8 listing
thereof on Form PTO-1449.

11.0 An English language Iranslatlon of all necessary and pertlnent non·English language patents and/or
printed pUblications is Included.

[Pagel 012)
Burden HourStatemenl: Thle rcnn Is esllmlted la llkl 2.0 houri 10complete. Tlmt wm vary depel'ldlng upon the ned of the lndlvki~ case. Any comments on
the amount of tlml you Itl requlred 10 complete this form Ihould be sent to the ChIef Information OlflCtr. U.S. P.lent ~d Trademark Offlce. Walhingtan. OC
20231.00 NOT SEND FEES OR COMPLETEDFORMS TO THIS ADDRESS. SENO TO: Alllstlnt Comml.llOner far Paterns, Box Reexam. WashIngton. OC
20231.
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PTOISB/57 (02..Q1)
Approved for use through 01/31/2004. OMB 0651-0033

U.S.' Psitent end Trademark Offlce;U,S. DEPARTMENT OF COMMERCE
Indto 8 collection of lnfonnatlon unless it displays 8 V81k1 OMB conltol,IredII'rk Reduction Act of 1995,Under the PI.......... , ..... _ ....II.. an. '"'1''''''''''' '_t"~ n_..._¥••

- ... . ••

12.0.The attached tletailedreqoest Includes at least the fOllowingit~ms:
a. A statement Identifying each substantial new question of patentability based on prior

patents and printed publications. 37 CFR 1.510(b)(1)
b. An identification of every claim for which reexamination Is requested, and a detailed

explanation of the pertinency and manner of appiying the cited art to every .claim
for which reexamination is requested. 37 CFR 1.510(b)(2)

13.0 A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e)

14.0 a. It is certified that a copy of this request (if filed by other than the patent owner) has been
served in its entirety on the patent owner as provided in 37 CFR 1.33(c).
The name and address of the party served and the date of service are:

Date of Service: ; or

o b. A duplicate gopy lsenclosed since service on patent owner was not possible.

15. 0 Correspondenge Address: Direct alicommunicaUon about the reexamination to:

o Customer Number 1 1-. I . Place Customer Number Bar
OR Type Customer Number here . Code Label here

o Firm or . .

individual Name . ..
Address (line 1)

Address (line 2) .. .

cnv .. I State I I Zin I
Country

rt; I . .

Teleohone .

16. 0 The patent is currently the subject of the following concurrent proceeding(s):
Cl a. Copending reissue Application No.. .
Cl b. Copending reexamination Control No.____________________.

Cl c. Copending Interference No.
o d. Copending litigation styled:

. .

WARNING: Information on this form may become pUblic. Credit card information should not
be Included on this form. Provide credit card Information and authorization on PTO-2038.

Authorized Signature

Cl For Patent Owner Requester

Date Cl For Third Party Requester

[Page 2 012J
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Attachment to Form PTO-1465
providing information of
Pat. No. 9,999,999

Sir:

2214

Reexamination under 35 U.S.C. 302 ~ 307 and 37 CFR 1.510 is requested of United

states patent number 9,999,999 which issued on July 7, 19B7, to Joseph Smith. This
patent is still enforceable;

I. Claims for which reexamination is requested:
Reexamination is .requeat.ed of- claims 1-3 of the Smith patent in view of the
earlier United States Patent document number 594 1225 to Berridge which is listed
on attached Information Disclosure statement form and of which a copy is
enclosed.

Reexamination is also requested of claim 4 of the Smith- patent in view of the
earlier Swiss Patent document 80,555 to Hotopp in view of the disclosure in
~American Machinist" magazine, October 16, 1950, issue, on page 169. An English
translation of the German language Swiss document is enclosed. Copies of the
Hotopp and ~American Machinist" documents are also enclosed.

II' Explanat i OD of pertinency and manner of apply] ngcl ted prior art to every

claim for which reexamination is requested based on prior art;

Claims 1-3 of the Smith patent are considered to be fully anticipated under
35 U.S.C. 102 by the prior art patent document to Berridge.

Claim 3 of the Smith patent, which is more specific than claims 1 and 2 in all
features, is set forth below with an explanation as to how the prior art patent
document to Berridge meets all the recited features.

Smith, claim 3:

~In a cutting and crimping tool" (Berridge page I, lines 10-13
states his invention is
~an improved tool for crimping
metal which in its preferred
form of embodiment is combined
with a cutting-tool or shears,
forming therewith a combination
tool.")

~the combination with the cutting
blades"

(elements 4 and 5 in Berridge)

~and their pivoted handles" (elements 1 and 2 in Berridge)
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- 2 - Pat. No. 9,999,999

'of bosses arranged at an angle
to and offset from the plane of
the shear blades'

'and crimping dies formed on
the meeting faces of said bosses'

('bosses' as used in the
Smith claim is used to mean
a projection. The dies
6 and 7 of the Berridge prior
art patent document are arranged
at the same angle to the plane
of the shear blades and are
arranged at.an angle in the
same manner as shown in the
drawing figures of the Smith patent.)

(The dies 6 and 7 (bosses) of
Berridge have meeting
die-faces 12 and 13 (page 1,
line 63) for performing crimping
operations (page 1, lines 70 - 74.1»)

Claim 4 of the Smith patent is considered to be unpatentable under 35 U.5.C.103 in
view of the prior art Swiss patent docunent to Hotoppandfurther in view of the
prior art American Machinist magazine publication, page. 169 of the October 16,
1950 issue.

Claim 4 of Smith reads ~s quoted below:

'In a cutting and crimping tOOl,'

'the Combination of a pair of
pivoted handles'

'with cutting jaws at one end
and crimping dies on the opposite
side of the pivot'

August2001 2200-22

(The prior art Swiss patent
document to Hotopp discloses
cutting jaws (column 1, line 8)
and dies 'b' and 'c' which
may be used for crimping.)

(elements 'a' and 'e' in the
prior art document to Hotopp).

(The prior art document to
Hotopp discloses cutting jaws
(column 1 line 8) and crimping
dies 'b' and 'c' on the opposite
side of pivot 'd' frem the cutting
jaws. )
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~and rounded prongs projecting
from said cutting jaws"

- 3 - Pat. No. 91999,999

(Rounded prongs are not
specifically disclosed by Hotopp
but ar~ shown to be old in the
art, by the illustration in
"American Machinist" magazine
under the title "Double-Purpose
Pliers Don't Break Insulation".
To provide the cutting jaws of
Hotopp ·with rounded prongs as
shown in the "American Machinist"
magazine is considered to be a
matter which would have been
obvious to a person having
ordinary skill in the art at the
time the invention was made.)

III Statement pointing out substantial Dew question of patentabiljty:

The prior art documents referred to above were not of record in the file of the
Smith patent. Since claims 1-4 in the Smith patent are not patentable over these
prior art documents, a.substantia1 new question of patentability is raised. Fur
ther, these prior art documents are closer to the subject matter of Smith than any
prior art which was cited during the prosecutiqnof the Smith patent. Theseprior
art documents provide teachings not provided during prosecution of the Smith.pat
ent.

(Si<rnpdl

John Doe
Attorney for requester
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2215 Fee for Requesting Reexamination

37 CFR 1.510. Requestforexparte reexamination.

*****
(c) If the request does not include. the fee for requesting

reexamination or all of the parts reqnired by paragraph (b) of this
section, the person identified as requesting reexamination will be
so notified and given an opportunity to complete the request
withina specifiedtime;lithe fee'for requesting reexamination has
been paid but the defect in the request is not corrected within the
specified time, the determination whether or not to institute reex
amination will be made on the request as.it then exists. If the fee
for requesting reexamination has not been paid, no determination
will be made and the request will be placed in the patent file as a
citation if it complies with the requirements of § 1.501(a).

(d) The filing date of the request is:
(1) The date on which the request including the entire fee

for requesting reexamination is received in the Patent and Trade
mark Office; or

(2) The date on which the last portion of the fee for
requesting reexamination is received.

*****

In order for a request to be accepted.be given a fil
ing date, and be published in the Official Gazette, the
entire fee required under 37 CFR 1.20(c)(1) for filing
a request for reexamination must be paid.

If the request for reexamination is subsequently
denied or vacated, a refund in accordance with
37 CFR 1.26(c) will be made to· the identified
requester.

If the entire fee for reexamination is not paid, the
request will be considered to be incomplete. See
37 CFR 1.510 (c) and (d).

Where the entire filing fee is not paid, the request,
if otherwise proper, should be treated as a citation of
prior art under 37 CFR 1.501. See MPEP § 2206 for
handling of prior art citations.

2216 Substantial New Question
of Patentability

Under 35 U.S.C. 304, the Office must determine
whether "a substantial new question of patentability"
affecting any claim of the patent has been raised.
37 CFR 1.51O(b)(1) requires that a request for reex
amination include "a statement pointing out each sub
stantial new question of patentability based on prior
patents and printed publications." If such a new ques
tion is found, an order for reexamination of the patent
is issued. It is therefore important that the request

clearly set forth in detail what the requester considers
the "substantial new question of patentability" to be in
view of prior patents and printed publications. The
request should point out how any questions of patent
ability raised are substantially different from those
raised in the previous examination of the patent
before the Office. If a substantial new question of pat
entability is found as to one claim, all claims will be
reexamined during the ex parte reexamination pro
cess. See also MPEP § 2242.

Questions relating to grounds of rejection other
than those based on prior art patents or printed publi
cations should not be included in the request and will
not be considered by the examiner if included. Exam
ples of such questions that will not be considered are
public use, on sale, and fraud.

Affidavits or declarations which explain the con
tents or pertinent dates of prior patents or printedpub
lications in more detail may be considered in
reexamination. See MPEP § 2258.

2217 Statement in the Request Applying
Prior Art

The third sentence of 35 U.S.C. 302 indicates that
the "request must set forth the pertinency and manner
of applying cited prior art to every claim for which
reexamination is requested." 37 CFR 1.51O(b)(2)
requires that the request include "[a]n identification of
every claim for which reexamination is requested, and
a detailed explanation of the pertinency and manner
of applying the cited prior art to every claim for which
reexamination is requested." If the request is filed by
the patent owner, the request for reexamination may
also point out how claims distinguish over cited prior
art.

The prior art applied may only consist of prior art
patents or printed publications. Substantial new ques
tions of patentability may be based upon the follow
ing portions of 35 U.S.C. 102:

"(a) ...patented or described in a printed publication in
this or a foreign country, before the invention thereof by
the applicant for patent, or"

"(b) the invention was patented or described in a
printed publication in this or a foreign country... more
than one year prior to the date of the application for patent
in the United States, or"

*****
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"(d) the invention was first patented or caused to be
patented, orwas thesubject of aninventor's certificate, by
the applicant or his legal representatives or assigns in a
foreign country prior to the date of the .application. for
patent in this country on an application for patent Of
inventor's certificate filed more than twelve months
before the filing of the application in the United States,
or"

"(e) the invention was described in-c-

(1) an application for patent, published under section
122(b), by another filed in the United States before the
invention by the applicant forpatent, except that an inter
national application filed under the treaty defined in sec
tion 351(a) shall have the effect under this subsection eta
national application published under section 122(b) only
if the international application designating the United
States was pnblished under Article 21(2)(a) of such treaty
in theEnglishlanguage; or

(2) a patent granted on an application for patent by
another filed in the UnitedStates before the invention by
the applicant for patent,exceptthat a patent shall not be
deemedfiled in the UnitedStates for the purposes of this
subsection basedon the filing of an international applica
tionfiled under the treaty definedinsection 351(a);or"

"(f) he didnothimself inventthe.subject matter sought
to be patented, or"

"(g)(I) during the courseof an interference conducted
under section 135 or section 291, another- inventor
involved therein establishes, to the .extent permitted in
section 104, that before such person's invention thereof
the invention was made by such other inventor and not
abandoned, suppressed, or.concealed, or (2) before such
person's invention thereof, the inventionwas madein this
country by another inventor who hadnot abandoned, sup
pressed, orconcealedit. In determining priority of inven
tion under this subsection, there shall be considered not
only the respective dates of conception and reduction to
practice of the.inventionbut also thereasonable diligence
of one who was first to conceive and last to reduce to
practice, from a timeprior. to conception by the other."

Where substantial new questions of patentability
are presented under 35 U.S.C. 102(f) or (g), the prior
invention of another must be disclosed in a patent or
printed publication. Substantial new questions of pat
entability may also be presented under 35 U.S.c. 103
which are based on the above indicated portions of
35 U.S.C. 102. Substantial new questions of patent
ability may be found under 35 U.S.C. 102(f)/103 or
102(g)/ 103 based on the prior invention of another
disclosed in a patent or printed publication if the ref
erence invention and the claimed invention were not
commonly owned at the time the claimed invention
was made. See, 35 U.S.C. 103(c) and MPEP

§ 706.02(1). See MPEP § 706.02(1)(1) for information
pertaining to references which qualify as prior art
under 35 U.S.C. 102(e)/103.

Substantial new questions of patentability must be
based on patents or printed publications. Other mat,
ters, such as public use or sale, inventorship,
35 U.S.C. 101,35 U.S.C. 112, fraud; etc., will not be
considered when making the determination on the
request and shonld not be presented in the request.
Further, a prior art patent or printed publication can
not be properly applied as a ground for reexamination
if it is merely used as evidence of alleged prior public
use or sale, insufficiency of disclosure, etc. The prior
art patent or printed publication must be applied
directly to claims under 35 U.S.C. 103 and/or an
appropriate portion of 35 U.S.C. 102 or relate to the
application of other prior art patents or printed publi
cations to claims on such grounds.

The statement applying the prior art may, where
appropriate, point outthat claims in the patent for
which reexamination is requested are entitled only to
the filing date of the patent and are not supported by
an.earlier foreign or United States patent application
whosefiling date is claimed. For example, the effec
tive date of some of the claims in a patent which
resulted from a continuing application under
35 U.S.C. 120 could be the filing date of the continu
ing application sincethose claims were not supported
in the parent application. Therefore, intervening pat
ents or printed publications are available as prior art.
See In re Ruscetta, 255 F.2d 687, 118.USPQ 101
(CCPA 1958), In re van Langehoven, 458 F.1d 132,
173 USPQ 426 (CCPA 1972). See also MPEP §
201.11.

Double patenting is normally proper for consider
ation in reexamination. See In re Lonardo, 119 F.3d
960, 43 USPQ2d 1262 (Fed. Cir. 1997). See also the
discussion as to double patenting in MPEP § 2258.

The mere citation of new patents or printed publica
tions without an explanation does not comply with
37 CPR 1.510(b)(2). Requester must present an expla
nation of how the cited patents or printed publications
are applied to all claims which requester considers to
merit reexamination. This not only sets forth the
requester's position to the Office, but also to the
patent owner (where the patent owner is not the
requester).
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Affidavits ordeclarations which explain the con
tents or pertinent dates.of prior patents or printed pub
lications in more detail may be considered in
reexamination. See MPEP § 2258.

ADMISSIONS

The consideration under 35 U.S.c. 303 of a request
for reexamination is limited to prior art patents and
printed publications. See Ex parte McQaughey,
6 USPQ2d 13:j4, 1337 (Ed. Pat. App. & Inter. 1988).
Thus an admission, per se, may not be the basis for
establishing a substantial new question of patentabil
ity.However, an admission by the patent. owner of
record in the file or in a court record may be utilized
in combination with a patent or printedpublication.

For handling of admissions during the examination
stage of a proceeding (i.e., after reexamination has
been ordered), see MPEP§ 2258.

The admissioncan reside in the patent fik. (made of
record during the prosecution of the patent applica
tion) orlnay~e presented during the pendency ~f the
reexamination proceeding or in litigation. Admissions
by the patent owner as to any matteraffecting patent
ability may be utilized to determine the scope and
content of the prior art in conjunction with patents
and .pri~ted publications in .a prior art. rejection,
whether such admissions result from patents or
printedpublications orfroln some other source. An
admission relating to any prior art (i.e., on sale, public
use, etc.) established in the record Orin court may be
used by the examiner in combination with patents or
printed publications in a reexamination proceeding.
The admission must stand on its own. Information
supplementing or further defining the admission
would be improper.

Any admission submitted by the patent owner is
proper. A third party, however, may not submit admis
sions of the patent owner made outside therecord of
the file or the court record. Such a submission wonld
be outside the scope of reexamination.

2218 Copies of Prior Art

It is required that a copy of each patent or printed
publication relied on or referred to in the request be
filed with the request (37 CPR 1.51O(b)(3». If any of
the documents are not in •the English language.. an
English language translation of all necessary and per
tinent parts is also required. An English language

summary or abstract of a non-English language docu
ment is usually not sufficient.

It is also helpful to include copies of the prior art
considered during earlier prosecution of the patent for
which. reexamination is requested. The presence of
both the old and the new prior art allows a comparison
to be made to determine whether a substantial new
question of patentability is indeed present. See MPEP
§ 2242,

Copies of parent applications should be submitted
if the content of the parent application has a bearing
on the alleged substantial new question of patentabil
ity; for example, if the patent is a continuation-in-part
and the question of patentability relates to a rejection
based on intervening prior art where support in the
parent application is relevant. In re Ruscetta, 255 F.
2d 687,118 USPQ 101 (CCPA 1958).

2219 Copy of Printed Patent

The U.S. Patent and Trademark Office will prepare
a separate file wrapper for each reexamination request
which will become part of the patent me. Since, in
some instances, it may not be possible to obtain the
patent file promptly, and in order to provide a format
which can be amended and used for printing, request
ers are required under 37 CFR 1.51O(b)(4) to include
a copy of the patent for which reexamination is
requested, to serve as the specification for the reexam
ination proceeding. A copy of the patent for which
reexamination is requested should be provided in a
double column format. Thus, a full copy of the printed
patent (including the front page) would be used to
provide the abstract, drawings, specification, and
claims of the patent for the reexamination request. A
copy of any disclaimer, certificate of correction, or
reexamination certificate issued for the patent must
also be included, so that a complete history of the
patent is before the Office for consideration. A copy
ofany Federal Court decision, complaint in a pending
civil action, or interference decision should also be
submitted.

2220 Certificate of Service

If the requester is a person other than the patent
owner, the owner of the patent must be served with a
copy of the request in its entirety. The service should
be made to the correspondence address as indicated in
37 CPR J.33(c). The third party requester must set
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forth on the certificate of service the name and
address of the party served and the method of service.
The certificate of service must be attached to the
request submitted to the Office, Further, the copy of
the request served on the patent owner must also
include a copy of the certificate of service.

The most recent address of the attorney or agent of
record can be deterntined by checking the Office's
register of patent attorneys and agents maintained by
the Office of Enrollment and Discipline pursuant to
37 CPR 10.5 and 1O.11(a). See MPEP § 2266.03
regarding service on the requester and on the patent
owner.

2221 Amendments Included in Request
by Patent Owuer

UnderB? CPR 1.51O(e), a patent owner may
include a proposed amendment with his or her
request. Any snch amendment must be in accordance
with 37 CPR 1.530(d) through (j). See MPEP § 2250.
Amendments may also be proposed by patent owners
in a statement under 37 CPR 1.530(b) and (c) or dur
ing the actual ex parte reexantination prosecntion
(37 CPR 1.550(b)). See also MPEP § 2234 and
§ 2250.

The request should be decided on the wording of
the patent claims in effect at that time (without any
proposed amendments). The decision on the request
will be made on the basis of the patent claims as
though the proposed amendment had not been pre
sented. However, if the request for reexantination is
granted, the ex parte reexantination prosecution and
exantination should be on the basis of the claims as
amended.

2222 Address of Patent Owner

37 CFR 1.33. Correspondence respecting patent
applications. reexamination proceedings, and other
proceedings.

*****

(c) All notices, official letters, andother communications
forthe patent owner or owners in a reexamination proceeding will
be directedto the attorney or agentof record(see § 1.34(b» in the
patentfile at the address listed en the registerof patentattorneys
and agents maintained pursuant to §§ 10.5 and 10.11 or, if no
attorney or agent is of record, to the patentowner or ownersat the
address -or addresses of record. Amendments and -other. papers
filed in a reexamination proceeding on behalfof the patent owner

mustbe signed by the patent owner, or if there is.more than one
ownerby all the owners, or by an attorney or agentof record in
the patent file, or by a registered attorney or agentnot of record
who acts in a representative capacity under the provisions of §
1.34(a). Double correspondence with the patent owneror owners
and the patent owner's attorney or agent, or with more than one
attorney or agent; will not be undertaken. If morethan one attor
ney or agent is of record and a correspondence address has not
been 'specified, correspondence will be held with the lastattorney
oragentmadeof record.

*****

In 37 CPR l.33(G), it is indicated which correspon
dence address is to be normally used to direct corre
spondence to the patent owner. In most instances, this
will be the address of the first named, most recent
attorney or agent of record in the patent file, at his or
her current address. As a general rule, the attorney-eli
ent relationship terntinates when the purpose for
which the attorney was employed is accomplished;
e.g., the issuance of a patent to the client. However,
apart from the attorney-client relationship, the Office
has, by regulation, 37 CFR 10.23(c)(8), made it the
responsibility of every "practitioner," by virtue of hisl
her registration, "to inform a client or former client ...
of correspondence received from the Office ... when
the correspondence (i) could have a significant effect
on a matter pending before the Office, (ii) is received
by the practitioner on behalf of a client or former eli
ent, and (iii) is correspondence of which a reasonable
practitioner would believe under the. circumstances
the client or former client should be notified."
(Emphasis added.) This responsibility of a practitio
ner to a former client manifestly is not elintinated by
withdrawing as an attorney or agent of record. The
practitioner if he/she so desires, can minintize the
need for forwarding correspondence concerning
issued patents by having the correspondence address
changed afterthe patent issues if the correspondence
address is the practitioner's address, which frequently
is the case where the practitioner is the attorney or
agent of record.

Further, 37 CPR 10.23(c)(8) requires a practitioner
to "timely notify the Office of an inability to notify a
client or former client of correspondence received
from the Office" (Emphasis added.) As the language
of this requirement clearly indicates, the duty to notify
the Office is a consequence, not of any attorney-client
relation~hip, but rather arises by virtue of the practi
tioner's status as a registered attorney or agent.
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If the patent owner desires that a different attorney
Of agent receive correspondence, then a new power of. '. .,

attorney must be filed. Correspondence will continue
to be sent to the attorney or agent of record in the
patent file absent a revocation of the same by the
patent owner. If the attorney or agent of record speci
fies a correspondence address to whichcorrespon
dence is to be directed, such direction should be
followed. However, since a change in the correspon
dence address does not withdraw a power of attorney,
a change of the correspondence address by the patent
owner does not prevent the correspondence from
being directed to theattorney or agent of record in the
patentfile under }7 CPR 1.33(c).

Submissions to the Office to change the correspon
dence address or power of attorney in the record of
the patent should be addressed as follows:

Where a request for reexamination has been filed
and the reexamination has not yet been assigned to an
a Technology Center-

Assistant Commissioner for Patents

Box Reexam

Washington D.C. 20231

. Where a request for reexamination has beenfiled
arid the reexamination has already been assigned to an
a Technology Center-

Assistant Commissioner for Patents

Washington D.C.20231

Where no request for reexaminatioll has been filed
arid the patent is in storage-

Commissioner of Patents and Trademarks

ATTN: Document Services Division

Washington D.C. 20231

A sample form for changing correspondence
address or power of attorney is set forth below.
ate, correspondence should also be marked forthe attention of a

CIWl<;1t OP POWER OP ATTORNEY OR COR·
IlItsPoNDENCEADDRESS IN US.PAn:NT_..
_Co .: ·Ior .......
Y' ' · D.c20Z3t

1b c ;; rol .......lDd~
...UoiIod ...-_~ _ .._(UKtlnl

-.-.,) _Il1o.....",.....
II I:~..._af...-..,(.)af_.......' .. ; ;..~ ; ~ .

....;; ..; ' ' ',; .

(11 Md•...-af....,. .., ___
_ ......&na__.......

............................., .

..............., ..
who11lInbJ'""""'tll_III........Io............._
owkOlllot.

[1-4. Remove all previous powen of attorney
~ Ih by,'-VOke .nd power "',1Ittor-o
n-. and .dd an,. fat Cone8JIOnde_ to...............................................................

........ , , .
ItIlCllldfledIbol II,poMoIlJlllllll.......hu...

. •ulboritl' ........tbe.........,s- lalllo.......
.- , - '.' '" .

DaIo AloIboriadS......

11:='....No. ---------

'Roqainl"-"af-'_.

See MPEP § 324 for establishing assignee's right
to take action when submitting a power of attorney.

2223 . Withdrawal of Attorney or Agent

A request by an attorney or agent ofrecord to with
draw from a patent will normally be approved only if
at least 30 days remain in any running period for
response. See also MPEP § 402.06.

2224 Correspondence

37 CFR 1.1. Addressesfor correspondence with the Patent
and Trademark Office.

<a) Except for § 1.1(a)(3) (i) and (ii), all correspondence
intended for the Patent' 'and Trademark Office: mustbe addressed
to either "Commissionerof Patents and Trademarks, Washington,
D.C. 20231" or to specific areas within the Office as set outin
paragraphs (a) (I), (2) and (3)(iii) of this section. When appropri
particular-office orindividual.
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(1) Patent correspondence. All correspondence concern
ing patent matters processed by organizations reporting to the
Assistant Commissioner for Patents should be addressed to
"Assistant Commissioner for Patents, Washington, D.C. 20231."

*****

(c) Requests for reexamination should be additionally
marked "BoxReexam."

*****

All requests for reexamination mailed to the U.S.
Patent and Trademark Office should be additionally
marked "Box Reexam" on the face of the outer enve
lope. Such mail will be sorted out immediately and
processed by the reexamination preprocessing staff.
The use of "Box Reexam" is limited to the filing of
the original request for reexamination. Subsequent
correspondence should not be marked "Box Reexam."
It should be directed to the Technology Center (TC)
art unit indicated on the Office letters. Any correction
or change of correspondence address for a United
States patent should be addressed to the Office at Box
"Patent Address Change."

A .request for reexamination may not be sent by
facsimile transmission. See 37 CFR 1.6(d)(5).

After the filing of the request for reexamination,
any letters sent to the U.S. Patent and Trademark
Office relating to a reexamination proceeding should
identify the proceeding by the number of the patent
undergoing reexamination, the reexamination request
control number assigned, TC art unit, and the name of
the examiner. The certificate of mailing and transmis
sion procedures (37 CFR 1.8) and "Express Mail"
mailing procedure (37 CPR 1.10) may be used to file
any paper in an existing reexamination proceeding.

Communications from the U.S. Patent and Trade
mark Office to the patent owner will be directed to the
first named, most recent attorney or agent ofrecord in
the patent file at the current address on the Office's
register of patent attorneys and agents, or to the patent
owner's address if no attorney or agent is of record,
37 CFR l.33(c).

Amendments and other papers filed on behalf of
patent owners must be signed by the patent owners, or
the registered attorney or agent ofrecord in the patent
file, or any registered attorney or agent acting in a rep
resentative capacity under 37 CFR 1.34(a).See
MPEP § 2213.

Double correspondence with the patent owners and
the attorney or agent normally will not be undertaken
by the Office.

Where no correspondence address is otherwise
specified, correspondence will be with the most recent
attorney or agent made of record by the patent owner.

Note MPEP § 2220 on certificate of service.

2225 Untimely Paper Filed Prior
to Order

After filing of a request, no papers other than
(1) citations of patents or printed publications under
37 CPR 1.501, (2) another complete request under
37 CFR 1.510, or (3) notifications pursuant to MPEP
§ 2282, should be filed with the Office prior to the
date of the decision on the request for reexamination.
Any papers other than those under 37 CFR 1.501 or
1.510 or MPEP § 2282 filed prior to the. decision on
the request will be returned to the sender by the Tech
nology Center Director without consideration. A copy
of the letter accompanying the returned papers will be
made of record in the patent file. However, no copy of.
the returned papers will be retained by the Office. If
the submission of the returned papers is appropriate
later in the proceedings, they will be accepted by the
Office at that time. See Patlex Corp. v. Mossinghoff,
771 F.2d 480, 226 USPQ 985, 989 (Fed. Cir. 1985); In
re Knight, 217 USPQ 294 (Comm'r Pat. 1982) and In
re Amp Inc., 212 USPQ 826 (Comm'r Pat. 1981).

2226 Initial Processing of Request

The opening of all mail marked "Box Reexam,"
and all initial clerical processing of requests for reex
amination, will be performed by the reexamination
preprocessing staff in the Office of Patent Legal
Administration, Central Reexamination Unit.

2227 Incomplete Request

37 CFR 1.510. Requestfor ex parte reexamination.

*****

(c) If the request does not includethe fee for requesting
reexamination or all of the parts reqnired by paragraph (b) of this
section, the.person identified as requesting reexamination.will be
so notified. and.given an opportunity to complete the request
within a specifiedtime. If thefee forrequesting reexamination has
been paidbutthe defect in the request is not corrected withinthe
specifiedtime, the determination whether or not to institute reex
amination will be madeon the request as it then exists. If thefee
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for requesting reexamination has not beenpaid,no determination
will be made and the request will be placed in the patent file as a
citation if it complies with the requirements of § 1.501(a).

(d) The filing date of the request is:

(1) The date on which the request including the entire fee
for requesting reexamination is received in the Patent and Trade
mark Office;or

(2) The date on which the last portion of the fee for
requesting reexamination is received,

*****

If the required fee under 37 CPR 1.20(c)(I) is not
paid in full, the request is incomplete, 37. CPR
1.51O(c), and Willnot be considered on its merits or
have a notice of its filing announced in the Official
Gazette. The request is considered to have a "filing
date" under 37 CFR 1.51O(d) only when the entire fee
is paid. Until the entire fee is received, no control
number or filing date will be assigned and technically,
no reexamination exists.

If no fee.is received, or only a portion of the fee is
received, the. reexamination preprocessing staff of the
Office of Patent Legal Administration, Central Reex
amination Unit (CRU) will notify the requester of the
defect and give the requester a specified time, nor
mally 1 month, to complete. the request. This notice
does not enter the system. A telephone call may also
be made to the requester indicating the amount of the
insufficient f~. If the request is not timely completed,
any partial fee will be returned by the CRU to the
requester along with a notice that the reexamination
request has not been accepted and the process has
been terminated.. If the request otherwise complies
with 37 CPR 1.501(a), it will be treated as a citation
under 37 CPR 1.501(a). If the request does not colll
ply with 37 CFR1.501(a), the request papers will be
returned to the requester by the CRU.

2228 Informal-Request

If the fee under 37 CPR 1.20(c)(1) has been paid,
but the request does not contain all the elements
called for by 37 CFR 1.510(b), the request is consid
ered to be informal. All requests which are accompa
nied with the entire fee will be assigned a filing date
from which the 3-month period for making a decision
ontherequestwill be computed. Notice of filing of all
complete requests will be published in the Official
Gazette, approximately 4-5 weeks after filing.

The reexamination preprocessing staff of the Cen
tral Reexamination Unit will attempt. to notify the
requester of any informalityin the requestin order to
give the requester time to respond before a decision is
made on the request. If the requester does not respond
and correct the illformality, the decision on the request
will be made on the illformation presented. If the
information presented does not present "a substantial
new question of patentability," the request for reex
amination will be denied.

2229 Notice of Request in OfficialGazette

37 CFR 1.11. Files open to the public.

*****

(c) All requests for reexamination fat which the fee under §
1.20(c) has been paid, will be announced in the Official Gazette.
Any reexaminations at the initiative of the Commissioner pursu
ant to §.,1.520 will also be announced in the Official Gazette..The
announcement shall include at least the date of the request, if any,
the reexamination request control number or the Commissioner
initiated order control number; patent number,' title, 'classand sub
class, name of the inventor, name of the-patent Owner of record,
and the examining group to which the reexamination _i~ assigned.

(d) All papers or copies thereof relating to a:reexamination
proceeding which have been entered of record in the patent or
reexamination file are 'open to' inspection by the general public,
and copies may he furnished upon paying the fee therefor.

*****

Under 37 CPR 1.1l(c), both reexamination requests
with sufficient fees and Commissioner-initiated
orders made without a request will be announced in
the Official Gazette. The reexamination preprocessing
staff of the Central Reexamination Unit (CRU) will
complete a form With the information needed to print
the notice. The forms are forwarded at the end of each
week to the Office of Publications for printing in the
Official Gazette.

In addition, a record of requests filed will be
located in thePatent Search Room and in the reexain
ination preprocessing area of the CRU. Office person
nel may use the PALM system to determine if a
request for reexamination has been filed in a particu
lar patent. The OfficialGazette notice will appear in
the notice section of the Official Gazette under the
heading of Reexamination Requests Filed and will
include the name of any requestor along with the
other items set forth in 37 CPR 1.11(c).
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2230 Constructive Notice to Patent
Owner

In some instances, it may not be possible to deliver
mail to the patent owner because uo current address is
available. If all efforts to correspond with the patent
owner fail, the reexamination proceeding will proceed
without actual notice to the patent owner. The publi
cation in the Official Gazette of (I) the notice of the
filing of a request for reexamination, or (2) the order
ing of reexamination at the initiative of the Commis
sioner, will serve as constructive notice to the patent
owner in such an instance.

2231 Processing of Request Corrections

Any payment of insufficient request filing fee
should be marked "Box Reexam" so that the fee may
be promptly forwarded to the reexamination prepro
cessing area of the Office. If the fee payment com
pletes the paymentof the required fee, the request will
be processed, notice will be published in the Official
Gazette, and the request will be forwarded to the
appropriate Technology Center (TC) for determina
tion.

Any correction of a defect other than the fee should
be directed to the TC where the file is located, after
the reexamination has been assigned to a TC. The TC
technical support staff will process any timely correc
tions and enter them in the file of the reexamination.

2232 Public Access

Reexamination files are normally NOT open to
inspection by the general public until the file has been
scanned into the reexamination database in the Cen
tral Reexamination Unit (CRU), at which point an
electronic copy of the file is made available to the
public. A Reexamination Processing System (REPS)
terminal is available to the public in the Patent Search
Room for accessing/copying reexamination files from
the reexamination database. Access is free, and copies
are 25 cents per page.

The reexamination files that have been scanned
into the reexamination database include an entry in
the case contents in PALM of "SCNR" each time that
incoming and/or outgoing paper is scanned into the
database.

While copying of the physical reexamination file is
not permitted (since an electronic copy of the file is

made available to the public), reexamination files will
be made available only for inspection, and in the area
of the Office in which they are located.

The reexamination files will be stored in a separate
central location (or other designated storage area) in
the Technology Center (TC) unless being acted upon
by the examiner or a communication is being pro
cessed by the group technical support staff. In view of
the statutory requirement to conduct the reexamina
tion proceeding with special dispatch and because of
other special circumstances, a reexamination file may.
NOT be available to the public for inspection, even if
the file has been scanned at the following times:

(A) The reexamination file is not available to the
public when it is in the reexamination preprocessing
area of the CRU. This is because the request papers
are being actively processed and compiled. into the
reexamination file wrapper. Further, the reexamina
tion file has not yet been captured as a permanent
record in the USPTO electronic scanning database;

(B) The reexamination file is not available to the
public when it is actively being processed, e.g., when
the examiner has started consideration of some matter
but an action has not been mailed. However, all areas
should be as reasonable as possible in allowing
inspection (but not copying) of the file;

(C) The reexamination file is notavailable to the
public once the reexamination file has been released
and forwarded by the TC for publication of the reex
amination certificate. This would include any reexam
ination files which have been selected for a quality
review check at the Office of Patent Quality Review,
as well as during the post-issuance review process in
the Office of Patent Legal Administration (see MPEP
§ 2289). Unless prosecution is reopened, the reexam
ination files are not available to the public until the
reexamination certificate issues. This is because the
reexamination file has been put into a special format
for printing purposes, and it contains special check
lists needed for printing purposes which are not part
of the record.

At times other than those identified above,
unscanned reexamination files will normally be made
available to members of the public upon request.
Inspection will be permitted in the TC. If a copy ofthe
reexamination file is requested, it may be ordered
from the Document Services Division of the Office of
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Public Records (OPR), or ordered via e-mail from:
dsd@uspto.gov, aud the cost of the copy may be
charged to a credit card or deposit account.Alrerna
tively, a copy may be ordered from the scauued data
base iu the Pateut Search Room.

SALE OF COPIES OF REEXAMINATION RE·
QUESTS

Copies of reexamination requests, all cited refer
ences, aud the file wrapper and contents of the patent
file for which reexamination is requested are available
at the staudardchargeperpage. Alternatively.acopy
of a file wrapper maybe put on a CD, for a standard
fee. The current fee is $200 for a copy of a file wrap
per put on CD. Furthermore, requests for copies may
be sent via e-mail to: dsd@uspto.gov, aud the cost of
the copy may be charged to a creditcardor deposit
account. Orders for such copies must indicate the con
trol .number assigued the reexamination request.
Orders should be addressed as follows: Box 10 Com
missioner of Patents and Trademarks, Washington,
DC 20231, Attention: Document Services Division of
OPR.

A certified 'copy of'a reexamination file may be
purchased from the Document Services Division of
OPR.

TO DETERMINE ON PALM IF AREEXAMI·
NATION REQUEST HAS BEEN FILED FOR A
GIVEN PATENT NUMBER

Assume Patent Number Is 4104156:

-Clear PALMTerminal
-Key In: 3110 and Press Send
-When Screen Fills
Enter: PAt NO. 4104156 (In Family Name)
Press: TAB
Enter: $ (In Given Name)
Press: TAB
Enter; Y
Press: TRANSMIT

Any reexamination Jor the patent number will be
listed on the. return screen. This information cau also
be obtained from PALMmtranet by checking the con
tinuity data for a given patent number.

There will be about a ten (10) day lag betweenfil
ing auddata entry.

2233 Processing in Technology Center

The working groups in the Technology Ceuters
(TCs) have designated the legal iustrument examiners
to act as reexamiuation clerks, as part of their
assigned duties, aud thus to perform those clerical
duties and responsibilities in the groups which are
unique to reexamination. The TC Special Program
Examiners (SPREs) and Paralegal Specialists have the
responsibility to oversee clerical processing and serve
as a resource for questions.

FEES

Under reexamination, there are generally no fees
due other thau for the request aud auy appeal, brief,
aud oral hearing fees under 37 CFR 1.191, 1.192, and
1:194(b). No fees-are required for additional claims
added, for au extension of time under 37 CFR
1:550(c) (37 CFR 1.136 is not available in reexamina
tion), or for issue of the certificate. Any petitions filed
under 35 U.S.C. 133 or 37 CFR 1.182 or 1.183 relat
ing to a reexamination proceeding require fees
(37 CFR1:17(h) and (I)). Small entity reductions are
available to the patent owner for the 35 U.S.c. 133
petition fee, appeal, brief, aud oral hearing fees. Small
entity reductions in fees are not available for the reex
amination filing fee nor for petition fees for petitions
filed under 37 CFR 1.182 aud 1.183; When a fee is
required in a merged proceeding (see MPEP § 2283
and § 2285), only a single fee is needed even though
multiple copies of the submissions (one for each file)
are required.

MAILING

A transmittal form with the requester's address will
be used to forward copies of Office actions to the
requester. Whenever au Office action is issued, a copy
of this form will be made audattached to a copy of the
Office action. The use of this form removes the need
to retype the requester's address each time a mailing
is required. When the patent owneris the requester, no
suchform is needed.

The following steps should be taken when process
ing reexamination requests in the TCs.

(A) Report receipt of the reexamination file in the
TC on the PALM terminal aud forward the file to the
TC reexamination clerk.
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(B) Date stamp the date of receipt in the TC on
the reexamination file.

(C) Charge file on the PALM terminal to the
supervisory patent examiner (SPE) of the TC art unit
indicated on the reexamination file and forward the
file to the supervisory patent examiner.

(D) The SPE promptly reviews the subject matter
of the patent in which reexamination was requested
and either transfers the request file (which should
rarely occur) or assigns it to a patentexaminer other
than the examiner who was involved in the examina
tion of the patent application (see MPEP § 2236). The
patent examiner is informed and the request file is
returned to the TC reexamination clerk for entry of
the examiner's name into pALM.

(E) At about 6 weeks after the filing of the
request, the request file should be given to the exam
iner and charged to him or her on PALM.

(F) The examiner then drafts a decision on the
request and returns it to be typed on a "special" basis,
normally within 8 weeks after the filing date of the
request.

(G) The typed decision is forwarded to the exam
iner for review. The examiner will sign the action (if
the examiner is a primary examiner) or forward the
action to the SPE for signature (if examiner is not a
primary examiner). After signing, the file is returned
to the TC technical support staff for tnailing and
PALM update, normally within 10 weeks after the fil
ing date of the request.

The initial reexamination files were patent applica
tion files which had orange tape applied to the. face.
The current reexamination file wrappers are orange in
color for easy identification.

2234 Entry of Amendments

37 CFR 1.121. Manner of making amendments in
application.

*****
(i) Amendments in reexamination proceedings: Any pro

posed amendment to the description and claims in patents
involved in reexamination proceedings in both ex parte reexami
nations filed under § 1.510 and inter partes 'reexaminations filed
under § 1.913 must be made in accordance with § 1.530(d)-G).

*****
37 CFR 1.530. Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or

inter partes reexamination; inventorship change in ex parte
or inter partes reexamination.

*****
(d) Making amendments in a reexamination proceeding. A

proposed amendment' in an ex parte or an inter partes reexamina
tion proceeding is made by filing a paper directing that proposed
specified changes be made to the patent specification, including
the claims, or to the drawings. An amendment paper directing that
proposed specified changes be made in a reexamination proceed
ing may be submitted as an accompaniment to a request filed by
the patent owner in accordance with § 1.51O(e), as part of a patent
owner statement in accordance with paragraph (b) of this section,
or, where permitted,' during the' prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

(1). Specification other than the claims .. Changes to the
specification,_other than to the, Claims, must be made by submis
sion of the entire text of an added or rewritten paragraph including
markings pursuant to paragraph (1) of this section, except that an
entire paragraph may be deleted by a statement deleting the para
graph, without presentation of the text of the paragraph. The pre
cise poirit in the specification must be identified where any added
or rewrittenparagraph is located. This paragraph applies whether
the amendment is submittedon paperor compact disc (see §§ 1.96
and 1.825).

(2) Cla~I11S' An amendment paper must include the entire
text of each patent claim which is being proposed to be changed
by such amendment paper and .of each, new claim being proposed
to be added by such amendment paper, For any claim changed by
the amendment paper, a parenthetical expression "amended,"
"twice amended," etc., should follow the claim number. Each
patent claimproposed to be changed and each proposed added
claim must include markings pursuant to paragraph (1)of this sec
tion, except that a patent claim or proposed added claim should 'be
canceled by a -statement Canceling the claim, without presentation
of the text of the claim.

(3) Drawings. Any change to the patent drawings must be
submitted as, a, sket~h, on a separate paper showing the proposed
changes in red for approval by the examiner. Upon approval of the
changes by 'the' examiner, 'only new sheets of drawings including
the changes and in compliance with § 1.84 must be filed.
Amended figures, must .be identified as "Amended," and any
added figure, must be identified as "New." In the event a figure is
canceled, the figure must be surrounded by brackets andidentified
as "Canceled."

(4) The formal requirements for papers making np the
reexamination proceeding other than those setforth in this section
are set out in' § 152.

(e) Status of claims and support for claim changes. When
ever there is an amendment to the claims pursuant to paragraph
(d) of this section, there must also be supplied, on pages separate
from the pages containing the changes,thestatus (i.e., pending or
canceled), as of the date of the amendment, of all patent claims
and of all added claims, and an explanation of the support in the
disclosure ofthe patent for the changes to the claims made by the
amendment paper.
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(0 Changes shown by markings. Any changes relative to the
patent being reexamined which are made to the specification,
including the claims, must include the following markings:

(1) The matter to be omitted by the reexamination pro
ceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination proceed
ing must be underlined.

(g) Numbering of patent claims preserved. Patent claims
may not be renumbered. The numbering of. any claims added in
the reexamination proceeding must follow the number of the high
est numbered patent claim.

(h) Amendment of disclosure may be required. The disclo
sure must be amended" when required by the Office, to correct
inaccuracies of description and definition, and to secure substan
tial correspondence between the claims, the remainder of the spec
ification, and the drawings.

(i) Amendments made relative to patent. All amendments
must be made relative to the patent specification, including the
claims, and drawings, which are in effect as of the date of filing
the request for reexamination.

(j) No enlargement of claim scope. No amendment may
enlarge the scope of the claims of the patent or introduce new mat
ter. No amendment may be proposed for entry in an expired
patent. Moreover, no amendment, other than the cancellation of
claims, will be incorporated into the patent by a certificate issued
after the expiration of the patent.

(k) Amendments not effective until certificate.:Although the
Office actions will treat proposed amendments ~s. though they
have been entered, the proposed amendments will not be effective
until the reexamination certificate is issued.

*****
Amendments which comply with 37 CFR 1.530(d)

throngh G) are entered in the reexamination me wrap
per. An amendment is given a Paper No. and is desig
nated by consecutive letters of the alphabet (A, B, C,
etc.).

The amendment will be entered by drawing a line
in red ink through (1) any claim(s) or paragraph(s)
amended and (2) the claim(s) or paragraph(s) can
celed which are not part of the patent, and the substi
tuted copy being indicated by reference letter.
Canceled claim(s) or paragraph(s) which are part of
the patent should not be lined through, but rather
marked with brackets (i.e., a bracket placed at the
beginning and end of each canceled claim or para
graph of the patent). Patent claims must not be renum
bered, and the numbering of the claims added during
reexamination must follow the number of the highest
numbered patent claim.

ALL amendments in reexamination proceedings,
including examiner's amendments made at the time
when the Notice of Intent to Issue Reexamination

Certificate (NIRC) is prepared (37 CFR 1.121(g) does
not apply in reexamination proceedings), must be pre
sented in the form of a full copy of the text of each
claim which is amended and each paragraph of the
description which is amended. In other words, the
entire claim or paragraph must be presented for any
amendment of the claim or paragraph.

If a portion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and deletions) in relation to the current text
of the patent under reexamination.

Although amendments will be entered for purposes
of examination, the amendments are not legally effec
tive until the reexamination certificate is issued.

See MPEP § 2250 for manner of making amend
ments by patent owner and for examples of proper
claim amendment format. For clerical handling of
amendments, see MPEP § 2270. See also MPEP
§ 2221 for amendments included in the request by the
patent owner. For entry of amendments in a merged
proceeding, see MPEP § 2283 and § 2285.

2235 Record Systems

PALM - MONITORING SYSTEMS

The Patent Application Locating and Monitoring
(PALM) system is used to support the reexamination
process. The sections below delineate PALM related
activities.

(A) Reexamination File Data on PALM - The
routine PALM retrieval transactions are used to obtain
data on reexamination files. The user keys in the
retrieval transaction code (2952, 2962, etc.) the reex
amination series code (90) and the reexamination con
trol number. Almost all data displayed for
reexamination files has the same meaning as for regu
lar patent applications. Two changes should be noted.
In the first named applicant location (normally upper
left comer, abbreviation APPL), the patent number
being reexamined will appear for reexamination files.
For a patent undergoing reexamination the number of
the proceeding can be determined on the 2953
retrieval screen. The pertinent reexamination num
ber(s) will appear in the "Details" section of the
screen as a six digit number preceded by an "R". If no
"R" number is present then no reexamination has
been filed.
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Reexamination file data can also be retrieved
using PALM Intranet by entering tbe reexamination
control number in the space provided for an applica
tion number.

(B) Reexamination File Location Control 
The location of a reexamination file is monitored in
tbe same manner as regular patent application files.
All PALM transactions are equally applicable to regu
lar patent applications and reexamination files.

(C) Patent File Location Control - The
movement of patent files related to requests for reex
amination throughout tbe Office is monitored by tbe
PALM system in the normal fashion. Witbin tbe Tech
nology Centers (TCs), tbe reexamination file and
patent file wiJI be kept togetber, from initial receipt
until tbe reexamination is assigned to an examiner for
determination. At this point, tbe patent file wiJI be
charged to tbe examiner assigned the reexamination
file (use transaction 1036) and will be kept in tbe
examiner's room until tbe proceeding is terminated.
After the reexamination proceeding has been termi
nated, tbe patent file should be forwarded witb tbe
reexamination file to tbe Office of Publications via tbe
appropriate office. Publishing Division wiJI forward
tbe patent file and the reexamination file to tbe
Record Room after printing of the certificate.

(D) Reporting Events to PALM - The
PALM system is used to monitor major events tbat
take place in processing reexamination proceedings.
During initial processing all major pre-ex parte exam
ination events are reported. During tbe ex parte phase
the mailing of examiner's actions are reported as well
as owner's responses tbereto. The TC reexamination
clerk is responsible for reporting tbese events using
tbe bar code reader (BCR) initiated 2920 catbode-ray
tube (CRT) update screen display. The events that will
be reported are as follows:

(I) Determination Mailed - Denial of request
for reexamination.

(2) Determination Mailed - Grant of request
for reexamination.

(3) Petition for reconsideration of determina-
tion received.

(4) Decision on petition mailed - Denied.

(5) Decision on petition mailed - Granted.

(6) Owner response to determination (owner's
statement) received.

(7) Requester response to determination
(requester's reply) received.

(8) The mailing of all examiner actions.
The receipt of owner's responses to examiner's

actions and Office receipt date.
Each of tbese events, as well as additional

events reported by the Reexamination Preprocessing
Unit will be permanently recorded and displayed in
tbe "Contents" portion of PALM. In addition, status
representative of tbese events will also be displayed.

(E) Status Reports - Various weekly "tickler"
reports can be generated for each TC given the event
reporting discussed above. The primary purpose of
tbese computer outputs is to assure that reexamina
tions are, in fact, processed witb "special dispatch."

(1) PALM Reports - A number of auto
mated reports generated from tbe PALM system are
provided to tbe TCs at tbe beginning of each week.
These reports serve to indicate to tbe TCs when cer
tain deadlines are approaching. Each report is subdi
vided by TC working group and lists the requests in
control number sequence. The following reports have
been identified.

(2) Requests Not Yet Received in TC 
This report serves to indicate to a TC tbose requests
assigned to it for which preprocessing has not been
completed and which have not yet been received in
tbe TC. This report provides an indicator of future
workload as well as identifying potential, problem
stragglers.

(3) Requests Not YetAssigned to an Exam
iner _ This report serves to highlight tbose requests
which have not been assigned to an examiner by tbe
6tb week since tbeir filing. Requests appearing on tbis
report should be located and docketed immediately.

(4) Requests Which Should Be Taken Up
for Determination - This report lists those requests
which have been assigned to an examiner and in
which no determination has been mailed and tbe 6tb
week since tbeir filing is past. Requests on this report
should be taken up for determination by the examiner.

(5) Requests for Which Determinations
Should be Prepared - This report lists those requests
which have been assigned to an examiner and in
which no determination has been mailed and tbe 2nd
montb since tbeir filing is past. Determinations for
requests on tbis report should be in the final stages of
preparation.
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(6) *Requests for Which Determinations
Should Have Been Mailed - This report lists those
requests which have been assigned to an examiner
and in which no determination has been mailed and
the 10th week since their filing is past. Determina
tions for requests on this report should be mailed
immediately.

(7) *Overdue Determinations - This
report lists those requests in which no determination
has been mailed and the 3rd week since their filing is
past. This report should always be zero.

(8) Overdue Petitions for Reconsideration
of a Denial - This report lists those requests in
which the determination denied reexamination and no
petition has been received and 6 weeks have passed
since the determination was mailed. Requests on this
report should be terminated.

(9) Overdue Owner Responses to Determi
nations - This report lists those requests in which the
determination ordered reexamination and the owner
has not filed a response and 10 weeks have passed
since the mailing of the determination. These requests
should be taken up for immediate ex parte action by
the examiner.

(10) Overdue Requester Responses to
Statements - This report lists those requests in
which a proper OWNER statement was received and
NO requester reply has been received and 10 weeks
have passed since the receipt of the owner response.
These requests should be taken up for immediate
action.

(11) *Overdue First Ex Parte Actions 
This report lists those requests in which reexamina
tion has been ordered and a first action has not been
mailed and 6 weeks have passed since the request
became available for ex parte prosecution. These
requests should be taken up for immediate action by
the examiner.

(12) *Overdue Action or Examiner's
Answer - This report lists those reexaminations
which are up for second or subsequent action by the
examiner and no such action has been mailed and 2
months have passed since the filing of an owner
response to a previous action.

(13) *Overdue Advisory Action - This
report lists those reexaminations which are up for
action by the examiner and no such action has been

mailed and 1 month has passed since the filing Of an
owner response to a previous final action.

(14) *Overdue Owner Response ~ This
report lists those requests in which there has been an
action rendered and 4 months have passed without an
owner response.

(15) *Overdue Certificates - This report
lists those requests in which a Notice of Intent to Issue
a Reexamination Certificate has been mailed and 3
months have passed since its mailing and no issue
date has been assigned.

(16) *Requests With Prolonged Prosecu
tion - This report lists pending requests which have
not matured into a certificate and 15 months have
passed since the date of filing.

*Asterisk items require immediate action and
follow-up, if appropriate.

(F) Historical Reporting - A variety of his
torical reports are possible given the event recording
described above. Thus, such statistics as the number
of requests filed and determinations made in a speci
fied period or number or kind of reexaminations in
which an appealwas filed can be made available.

2236 Assignment of Reexamination

Reexamination requests should normally be
assigned to the art unit which examines the class and
subclass in which _the patent to be reexamined is cur
rently classified as an original. In that art unit, the
Supervisory Patent Examiner (SPE) will assign the
reexamination request to a primary examiner, other
than the examiner who originally examined the patent
application (see "Examiner Assignment Policy"
below), who is most familiar with the claimed subject
matter of the patent. When no such knowledgeable
primary examiner is available, the reexamination may
be assigned to an assistant examiner. In such an
instance the SPE must sign all actions and take
responsibility for all actions taken.

EXAMINER ASSIGNMENT POLICY

It is the policy of the Office that the SPE will assign
the reexamination request to an examiner different
from the examiner(s) who examined the patent appli
cation. Thus, under normal circumstances, the reex
amination request will not be assigned to an SPE,
primary examiner, or assistant examiner who was
involved in any part of the examination of the patent
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for which reexamination is requested (e.g., by prepar
ing/signing an action). Exceptions to this general pol
icy include cases where the SPE is the only primary
examiner in the art unit, or where the original exam
iner is the only examiner with adequate knowledge of
the relevant technology to examine the case. In the
unusnal case where there is a need to assign the
request to the original examiner, the assignment must
be approved by the Technology Center (TC) Director,
and the fact that such approval was given by the TC
Director must be stated by the examiner in the deci-.
sion on the request for reexamination.

CONSEQUENCES OF INADVERTENT ASIGN·
MENT TO AN "ORIGINAL EXAMINER"

Should a reexamination be inadvertently assigned
to an "original examiner" (in a situation where theTC
Director's approval is not statedin the decision on the
request), the patent owner or the third party requester
who objects must promptly file a paper alerting the
Office of this fact.· Any request challenging the
assignment of an examiner to the case must be made
within two months of the first Office action or other
Office communication indicating the examiner
assignment, or reassignment will not be considered.
Reassignment of the reexamination to a different
examiner will be addressed on a case-by-case basis. In
no event will the assignment to the original examiner,
by itself, be grounds for vacating any Office deci
sion(s) or action(s) and "restarting" the reexamina
tion.

2237 Transfer Procedure

Although the number of reexamination requests
which must be transferred should be very small, the
following procedures have been established for an
expeditious resolution of any such problems.

No transfer inquiry forms (PfO-447A) should be
used in reexamination situations. The supervisory
patent examiner (SPE) to whose art unit the reexami
nation has been assigned should, when transfer is
desired, hand-carry the patent file to the SPE of the art
unit to which a transfer is desired. Any conflict which
cannot be resolved by the supervisory patent examin
ers will be resolved by the TC Directors involved.

If the "new" art unit accepts assignment of the reex
amination request, the "new" SPE assigns the request

to an examiner, and the "new" TC's reexamination
clerk PALMs in the. request. In addition, the Offices of
the Special Program Examiner for both TCs must be
notified of thetransfer by the respective SPEs.

2238 Time Reporting

CLERICAL TIME REPORTING

Both the Program Management System (PMS).and
Payroll systems now used to monitor clerical time
have been modified to report reexamination activities.
Time devoted to processing actual reexaminationfiles
in the Technology Centers (TCs) should be reported
using the appropriate PMS Code and Project Code. It
should be noted that all clerical time consumed by
reexamination activities must be reported in the above
manner. Such activities as supervision, copying, typ
ing, and docketing should be included.

PROFESSIONAL TIME REPORTING

(A) Reexamination fees are based on full cost
recovery and it is essential that all time expended on
reexamination activities be reported accurately. Thus,
directors, supervisory patent examiners (SPEs), exam
iners and members of the Board ofPatent Appeals
and Interferences should report time spent on reexam
ination on their individual Time and Attendance
Report using the following Project Codes:

119051~ Used to report all activities related to a
specific reexamination proceeding up until the time ex
parte prosecution is begun.

119052~ Used to report all activities related to a
specific reexamination proceeding from the time it is
taken up for first, exparte, action until the issuance of
a certificate takes place.

Examiners and SPEs will use the above codes to
report their time for reexamination activities on the
Examiner's Biweekly Time Worksheet (PfO-690E)
by making appropriate entries in the Item 16 space.

Time reported using codes 119051 and 119052
will also be reported in the Examiner Production Sys
tem as "Other" time.

(B)TC Special Program Examiners and parale
gals will nse 1407-30 as the code to report their time
for reexamination activities on the Biweekly Time
Worksheet Paralegal/Special Program Examiner
(PfO-690 PIS).
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2239 Reexamination Ordered at the
Commissioner's Initiative

37 CFR 1.520. Ex parte reexamination at the initiative of
the Commissioner.

The Commissioner, at any time during the period of enforce
ability of a patent, may determine whether or not a substantial
new question of patentability is raised by patents or printed publi
cations which have been discovered by the Commissioner or
which have been brought to the Commissioner's' attention; even
though no request for -reexamination has been filed in accordance
with §1.~1O or § 1.913. .The Commissioner may initiate ex pane
reexamination without a request for reexamination pursuant to §
1.510 or § 1.913. Normally requests from outside the Office that
the Commissionerundertake reexantination on his own initiative
will not be considered. Any determination to initiate ex 'parte
reexamination under this section will become apart ofthe official
file of the patent and will be mailed to the patent owner.at the
address as provided for iu § 1.33(c).

The Commissioner may initiate reexamination
withont a reqnest being filed and without a fee being
paid. Such reexamination may be ordered at any time
during the period of enforceability of the patent.

The decision to order reexamination at the Com
missioner's initiative is normally made by the Deputy
Commissioner for Patent Examination Policy after a
review of all the facts concerning the patent. It may
also be made by the Commissioner of Patents and
Trademarks, the Deputy Commissioner or the Assis
tant Commissioner for Patents. The number of such
Commissioner-initiated orders is expected to be very
small.

If an Office employee becomes aware of an unusual
fact situation in a patent which he or she considers to
clearly warrant reexamination, a memorandum setting
forth these facts (including a proposed rejection of all
appropriate claims) along with the patent file and any
prior patents or printed publications should be for
warded to the Deputy Commissioner for Patent
Examination Policy through the supervisory chain of
command. A disk having the memorandum in elec
tronic format should be included with the paper copy
of the memorandum.

If an order to reexamine is to be issued, the decision
is prepared in the Office of Patent Legal Administra
tion (OPLA). The decision is signed by the Deputy
Commissioner for Patent Examination Policy and
mailed by the OPLA. The patent file is then for
warded to the reexamination preprocessing staff for

preparation of the reexamination file and Official
Gazette notice.

After the reexamination preprocessing staff of the
Central Reexamination Unit (CRU) has completed its
preparation of the reexamination file, the file will be
forwarded to the appropriate Technology Center (TC).
Examination and prosecntion will then proceed with
out further communication with anyone but the patent
owner.

If the Deputy Commissioner for Patent Examina
tion Policy refuses to issue an order for reexamina
tion, no record of any consideration of the matter will
be placed in the patent file and the patent owner will
not be notified.

The Commissioner will not normally consider
requests to order reexamination at the Commis
sioner's initiative received from members of the pub
lic. If a member of the public desires reexamination, a
request and fee should be filed in accordance with 37
CPR 1.510.

2240 Decision on Request

35 u.s. C. 303. Determination of issue by Director.
(a) Within three months following the filing of a request for

reexamination under the provisions of section 302 of this title, the
Director will determine whether a substantial new question ofpat
entability affecting any claim of the patent concerned is raised by
the request, with, or without consideration of' other patents or
printed publications. On his own iuitiativec and any time, the
Director may, determine whether a substantial new question of
patentability is raised by patents and publications discovered by
him Of cited under the provisions of section 301 of this title.

(b) A record of the Director's determination under subsec
tion (a) of this section will be placed in the official file of the
patent, and a copy promptly will be given or mailed to the owner
of record of the patent and to the person requesting reexamination,
if any.

(c) A determination by the Director pursuant to subsection
(a) of this section that no substantial new question of patentability
has been raised will be' final and nonappealable. Upon such a
determination, the Director may refund a portion of the reexami
nation fee required under section 302 of this title.

37 CFR 1.515. Determination of the request for ex parte
reexamination.

(a) Within three months following the filing date of a request
for an ex pane reexamination, an examiner will consider 'the
request and determine whether or not, a substantial new question
of patentability affecting any claim of the patent is raised by, the
request and the prior art cited therein, with or without consider
ation of other patents or printed publications. The examiner's
determination will be based on the claims in effect at the time of
the determination, will become a part of the official file of the
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patent, and will be mailed to the- patent- owner at the address as
provided for in § 1.33(c) andto the person requesting reexamina
tion.

(b) Where no substantial new question of patentability has
beenfound, a refund of aportionof the fee forrequesting ex parte
reexamination will be made to the requesterin accordancewith §
1.26(c).

(c) The requestermay seek review by a petition to the Com
missioner under § 1.181 within one month of the-mailing date.of
the examiner's determination refusing _ex parte reexamination.
Any such petitiou must comply with § 1.181(b). If no petition is
timely filed or if the decision on petition affmns that no substan
tial new "question of patentability has been raised, the determina
tionshallbe finalandnonappealable.

Before making a determination on the request for
reexamination, the examiner must request a litigation
computer search by the Scientific and Technical Infor
mation Center (STIC) to check if the patent has been,
or is, involved in litigation. The "Litigation Review"
box on the reexamination file wrapper should be com
pleted to indicate that the review was conducted and
the results thereof. A copy of the STIC search should
be hole-punched and placed on the right side of. the
reexamination file. In the rare instance where the
record of the reexamination proceeding or the STIC
search indicates that additional information is desir
able, guidauce as to making an additional litigation
search may be obtained from the library of the Office
of the Solicitor. If the patent is or was involved in liti
gation, and a paper referring to the court proceeding
has been filed, reference to the paper by number
should be made in the "Litigation Review" box as
"litigation; see paper #IC". If a litigation records
search is already noted on the file, the examiner need
not repeat or update it.

If litigation has concluded or is taking place in the
patent on which a request for reexamination has been
filed, the request must be .promptly brought to the
attention of the Technology Center (TC) Director (or
the TC Special Program Examiner, where the TC
Director has delegated this review to him or her), who
should review the decision on the request and any
examiner's action to ensure that it conforms to the
current Office litigation policy and guidelines. See
MPEP§ 2286.

35 U.S.c. 303 requires that within 3 months fol
lowing the filing of a request for reexamination, the
Commissioner will determine whether or not the
request raises a "substantial new question of patent
ability" affecting any claim of the patent of which

reexamination is desired. See also MPEP § 2241.
Such a determination may be made with or without
consideration of other patents or printed publications
in addition to those cited in the request. No input from
the patent owner is considered prior to the determina
tion, unless the patent owner filed the request. See
Patlex Corp. v. Mossinghoff, 771 F.2d 480,226 USPQ
985 (Fed. Cir. 1985).

The patent claims in effect at the time of the deter
mination will be the basis for deciding whether a sub
stantial new question of patentability has been raised.
37 CFR 1.515(a). Amendments which (I) have been
preselltedwith the request if by the patent owner,
(2) have been filed in a pending reexamination pro
ceeding in which the certificate has not been issued,
or (3) have been submitted in a reissue application on
which no reissue patent has been issued, will not be
considered or commented upon when deciding
requests.

The decision on the request for reexamination has
as its object eitherthe granting or denial of an order
for reexamination. This decision is based on whether
or not "a substantial new question of patentability" is
found. A final determination as to unpatentability of
the claims is not made in the decision; this determina
tion will be made during the examination stage of the
reexamination proceedings. Accordingly, no prima
facie case of unpatentability need be found to grant an
order for reexamination. If a decision to deny an order
for reexamination is made, the requester may seek
review by a petition under CFR 1.181. See 37 CPR
1.515(c). Where there have been prior decisionsrelat
ing to the patent, see MPEP § 2242.

It is only necessary to establish that a substantial
new question of patentability exists as to any one of
the patent claims in order to order reexamination. In
the examination stage of the reexamination, normally
alI patent claims will be reexamined, even where the
order has made a finding of a substantial new question
for less than all of the patent claims. However, where
there has been a prior Federal Court decision as to
some claims, see MPEP § 2242. The decision on the
request should discuss ALL patent claims in orderto
inform the patent owner of the examiner's position, so
that a response thereto may be made in the patent
owner's. statement.

The examiner should indicate, insofar as possible,
his or her initial position on all the issues identified in
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the request or by the requester so that comment
thereon may be received in the patent owner's state
ment and in the requester's reply. However, the exam
iner SHOULD NOT make any rejection of the claims
in the order for reexamination.

The Commissioner of Patents and Trademarks has
the authority to order reexamination only in those
cases which raise a substantial new question of pat
entability. The substantial new question of patentabil
ity requiremeut protects patentees from having to
respond to, or participate in unjustified reexamina
tions. Pat/ex Corp. v. Mossinghojf, 771 F.2d 480, 226
USPQ 985 (Fed. Cir. 1985).

SECOND OR SUBSEQUENT REQUEST FILED
DURING REEXAMINATION

If a second or subsequent request for reexamination
is filed (by any party) while a reexamination is pend
ing, the presence of a substantial new question of pat
entability depends on the prior art cited by the second
or subsequent requester. If the requester includes in
the second or subsequent request prior art which
raised a substantial new question in the pending reex
amination, reexamination should generally be
ordered. This is because the prior art which raised a
substantial new question of patentability resultiug iu
an order for reexamination continues to raise a sub
stantial new questiou of patentability until the pend
ing reexamination is concluded. However, in
aggravated situatious, upou petition by the patent
owner under 37 CFR 1.182, where it appears clear
that the second or subsequent request was filed for
purposes of harassment of the patent owuer, the
request should be denied. The grant of such a request
would unduly prolong the conclusion of the pendiug
reexamination and be iuconsistent with the require
ment that reexaminatiou proceeding be couducted
with special dispatch. If the second or subsequent
requester does not include the prior art which raised a
substantial new question of patentability in the pend
ing reexamination, reexamination mayor may notbe
ordered dependiug on whether the different prior art
raises a substantial uew questiou of patentability. The
secoud or subsequent request should be determined
ou its own merits without reference to the peuding
reexaminatiou.

For cases iu which a reexamination is pending at
the time a secoud or subsequent request for reexami
nation is to be decided, see MPEP § 2283.

2241 Time for Deciding Request

The determiuation whether or not to reexamine
must be made within 3 mouths following the filing
date of a request. See 35 U.S.C. 303(a) and 37 CFR
1.515(a). The examiner should take up a request for
decision about 6 weeks after the request was filed.
The decision should be mailed within 10 weeks of the
filing date of the request. When reexamination for the
same patent has already been ordered based on an ear
lier request and that reexamination is pending, the
examiner should immediately take up the new request
for decision, i.e., there should be no delay of 6 weeks.
See the last portion of MPEP § 2240 and also see
MPEP § 2283 for multiple copending reexamination
proceedings. A determination to reexamine may be
made at any time during the period of enforceability
of a patent.

2242 Criteria for Deciding Request

SUBSTANTIAL NEW QUESTION OF PATENT
ABILITY

The presence or absence of "a substantial new
question of patentability" determines whether or not
reexamination is ordered. The meaning and scope of
the term "a substantial new question of patentability"
is not defined in the statute and must be developed to
some extent on a case-by-case basis, using the case
law to provide guidance as will be discussed in this
section.

lithe prior art patents and printed publications raise
a substantial question of patentability of at least one
claim of the patent, then a substantial new question of
patentability is present, uuless the same question of
patentability has already been decided by (1) a final
holding of invalidity by a Federal Court, or (2) by the
Office in a previous examination of the patent. A
"previous examination of the patent" is: (1) the origi
nal examination of the application which matured into
the patent; (2) the examination in a reissue application
that has resulted in a reissue of the patent; or (3) an
earlier concluded reexamination. The answer to the
question of whether a "substantial new question of
patentability" exists, and therefore whether reexami
nation may be had, is decided by the Commissioner,

August 2001 2200-40



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS 2242

and, as 35 U.S.C. 303 provides, that determination is
final, i.e., not snbject to appeal on the merits of the
decision. See In re Etter, 756 F.2d 852, 225 USPQ I
(Fed. Cir. 1985): But see Heinl v. Godici, 143
F.Supp.2d 593, 596-98 (B.D.Va. 2001) (35 U.S.C. 303
addresses only USPTO decisions to deny a request for
reexamination and does not bar review of USPTO
decisions to grant reexamination requests. However, a
decision to grant a reexamination request is not a final
agency decision and is not ordinarily subject to judi
cial review.).

A prior art patent or printed publication raises a
substantial question of patentability where there is a
substantial likelihood that a reasonable examiner
would consider the prior art patent or printed publica
tion important in deciding whether or not the claim is
patentable. In making a determination whether to
reexamine a patent based on a reqnest, the examiner
should consider the prior art patents andlor printed
publications to determine if there is a substantial like
lihood that a reasonable examiner would consider
them important. If the prior art patents andlor publi
cations would be considered important, then the
examiner should find "a substantial new question of
patentability" unless the same question of patentabil
ity has already been decided as to the claim in a final
holding of invalidity by a Federal court or by the
Office in a previous examination. For example, the
same question of patentability may have already been
decided by the Office where the examiner finds the
additional prior art patents or printed publications are
merely cumulative to similar prior art already fully
considered by the Office in a previous examination of
the claim.

For "a substantial new question of patentability" to
be present, it is only necessary that: (1) the prior art
patents andlor printed publications raise a substantial
question of patentability regarding at least one claim,
i.e., the teaching of the (prior art) patents and printed
publications is such that a reasonable examiner would
consider the teaching to be important in deciding
whether or not the claim is patentable; and (2) the
same question of patentability as to the claim has not
been decided by the Office in a previous examination
of the patent or in a final holding of invalidity by the
Federal Courts in a decision on the merits involving
the claim. It is not necessary that a "prima facie" case
of unpatentability exist as to the claim in order for "a

substantial new question of patentability" to be
present as to the claim. Thus, "a substantial new ques
tion of patentability" as to a patent claim could be
present even if the examiner would not necessarily
reject the claim as either fully anticipated by, or obvi
ous in view of, the prior patents or printed publica
tions. As to the importance of the difference between
"a substantial new question of patentability" and a
"prima facie" case of unpatentability see generally In
re Etter, 756 F.2d 852, 857 n.S, 225 USPQ 1, 4 n.5
(Fed. Cit. 1985).

In order to further clarify the meaning of "a sub
stantial new question of patentability" certain situa
tions are outlined below which, if present, should be
considered when making a decision as to whether or
not "a substantial new question of patentability" is
present.

POLICY IN SPECIFIC SITUATIONS

A. Prior Favorable Decisions by the U.S. Patent
and Trademark Office (Office) on the Same or
Substantially Identical Prior Art in Relation to
the Same Patent.

A "substantial new question of patentability" is not
raised by prior art presented in a reexamination
request if the Office has previously considered (in an
earlier examination of the patent) the same question
of patentability as to a patent claim favorable to the
patent owner based on the same prior art patents Or
printed publications. In re Recreative Technologies,
83 F.3d 1394, 38 USPQ2d 1776 (Fed. Cit. 1996).

In determining the presence or absence of "a sub
stantial new question of patentability," the consider
ation to be given to prior art patents and printed
publications cited in an earlier examination is con
trolled by In re Portola Packaging Inc., 110 F.3d 786,
42USPQ2d 1295 (Fed. Cit. 1997).

See the guidelines below for reviewing requests for
reexaminations and ongoing reexaminations for com
pliance with the Portola Packaging decision. Note
also In re Hiniker Co., 150 F.3d 1362, 1367, 47
USPQ2d 1523, 1527 (Fed. Cir. 1998) (Court held the
reexamination proceeding was supported by a sub
stantial new question of patentability where the rejec
tion before the court was based on a combination
of art that had been before the examiner. during the
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original prosecution, and art newly cited during the
reexamination proceeding.).

1. Explanation of Portola Packaging

In order for the Office to conduct reexamination,
prior art must raise a "substantial new question of pat
entability." See 35 U.S.C. 304. In Portola Packaging,
the Federal Circuit held that a combination of two ref
erences that were relied upon individually to reject
claims during the prosecution of the application
which matured into the patent does not raise a sub
stantial new question of patentability in a subsequent
reexamination of the patent. During the original pros
ecution of the application which led to the patent, the
Office had rejected the claims separately based upon
the Hunter and Faulstich references. However, the
Office never applied the references in combination.
During reexamination, Portola Packaging amended
the patent claims, and for the first time the Office
rejected the amended patent claims based upon the
Hunter and Faulstich references in combination.
Despite these facts, the Federal Circuit determined
that the Office was precluded from conducting reex
amination on those references, either alone or in com
bination. The Court explained that "a rejection made
during reexamination does not raise a substantial new
question of patentability if it is supported only by
prior art previously considered by the PTO." 110 F.3d
at 791, 42 USPQ2d at 1300.110 F.3d at 790,
42 USPQ2d at 1299. The Federal Circuit also held
that an amendment of the claims during reexamina
tion does not justify using old prior art alone to raise a
substantial new question of patentability. 110 F.3d at
791,42 USPQ2d at 1299.

2. General Principles Governing Compliance
With Portola Packaging

If prior art was previously relied upon to reject a
claim in a prior related Office proceeding, the Office
will not order or conduct reexamination based only on
such prior .art, Prior related Office proceedings
include the application which matured into the patent
that is being reexamined, any reissue application for
the patent, and any reexamination proceeding for the
patent.

If prior art was not relied upon to reject a claim, but
was cited in the record of a prior related Office pro
ceeding, and its relevance to the patentability of any

claim was actually discussed on the record, the Office
will not order or conduct reexamination based on only
such prior art. The relevance of the prior art to patent
ability may have been discussed by either the appli
cant, patentee, examiner, Orany third party. However,
37 CPR 1.2 requires that all Office business be trans
acted in writing. Thus, the Office cannot presume that
a prior art reference was previously relied upon or dis
cussed in a prior Office proceeding if there is no basis
in the written record to so conclude other than the
examiner's initials or a check mark on a PTO 1449
form, or equivalent, submitted with an information
disclosure statement. Thus, any specific discussion of
prior art must appear on the record of a prior related
Office proceeding. However, generalized statements
such as the prior art is "cited to show the state of the
art," "cited to show the background of the invention,"
or "cited of interest" would not preclude reexamina
tion.

The Office may order and conduct reexamination
based on prior art that was cited but whose relevance
to patentability of the claims was not discussed in any
prior related Office proceeding.

3. Procedures for Determining Whether a Re
examination May be Ordered in Compliance
With Portola Packaging

Office personnel must adhere to the following pro
cedures when determining whether a reexamination
may be ordered in compliance with the Federal Cir
cuit's decision in Portola Packaging:

(A) Read the reexamination request to identify the
prior art on which the request is based.

(B) Conduct any necessary search of the prior art
relevant to the subject matter of the patent for which
reexamination was requested. See 35 U.S.C. 303 ("On
his own initiative, and any time, the Commissioner
may determine whether a substantial new question of
patentability is raised by patents and publication dis
covered by him...."); see also MPEP § 2244 ("If the
examiner believes that additional prior art patents and
publications can be readily obtained by searching to
supply any deficiencies in the prior art cited in the
request, the examiner can perform such an additional
search.") .

(C) Read the prosecution histories of all prior
related Office proceedings.
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(D) Determine if the prior art in the reexamination
request and the prior art found in any search was: (1)
relied upon to reject any claim in a prior related Office
proceeding; or (2) cited and its relevance to patent
ability of any claim discussed in a prior related Office
proceeding.

(E) Deny the reexamination request if the deci
sion to order reexamination would be based only on
prior art that was, in a prior related Office proceeding,
(1) relied upon to reject any claim, and/or (2) cited
and its relevance to patentability of any claim dis'
cussed. See Portola Packaging, Inc., 110 F.3d at 790,
42 USPQ2d at 1299 (examiner presumed to have
done his/her job). There may be unusual fact patterns
and evidence which suggest that the examiner did not
consider the prior art that was discussed in the prior
Office proceeding. These cases should be brought to
the attention of the Technology Center (TC) Director.
For a discussion of the treatment of such cases, see
section 5 below.

(F) Order reexamination if the decision to order
reexamination would be based at least in part on prior
art that was, in a prior related Office proceeding, nei
ther (1) relied upon to reject any claim, nor (2) cited
and its relevance to patentability of any claim dis
cussed and a substantial new question of patentability
is raised with respect to any claim of the patent. If not
specified, a reexamination generally includes all
claims. However, reexamination may be limited to
specific claims. See 35 U.S.c. 304 (authorizing the
power to grant reexamination for determination of a
"substantial new question of patentability affecting
any claim of a patent.") (emphasis added). Thus, the
Commissioner may order reexamination confined to
specific claims. However, reexamination is not neces
sarily limited to those questions set forth in the reex
amination order. See 37 CFR 1.104(a) ("The
examination shall be complete with respect both to
compliance of the application or patent under reexam
ination with the applicable statutes and rules and to
the patentability of the invention as claimed.").

4. Procedures for Determining Whether an On
going Reexamination Must Be Terminated in
Compliance With Portola Packaging

Office personnel must adhere to the following pro
cedures when determining whether any current or
future ongoing reexamination should be terminated in

compliance with the Federal Circuit's decision in Por
tola Packaging:

(A) Prior to making any rejection in an ongoing
reexamination, determine for any prior related Office
proceeding what prior art was (1) relied upon to reject
any claim or (2) cited and discussed.

(B) Base arty and all rejections of the patent
claims under reexamination at least in part on prior art
that was, in any prior related Office proceeding, nei
ther (1) relied upon to reject arty claim, nor (2) cited
and its relevance to patentability of any claim dis
cussed.

(C) Withdraw any rejections based only on prior
art that was, in any.prior related Office proceeding,
previously either (1) relied upon to reject any claim,
or (2) cited andits relevance to patentability of any
claim discussed.

(D) Terminate reexaminations in which the only
remaining rejections. are entirely based on prior art
that was, in any prior related Office proceeding, previ
ously (I}relied upon to reject any claim, and/or (2)
cited and its relevance to patentability of a claim dis
cussed. The Commissioner may conduct a search for
new art to determine whether a substantial new ques
tion of patentability exists prior to terminating any
ongoing reexamination proceeding. See 35 U.S.C.
303. See also 35 U.S.c. 305 (indicating that "reexam
ination will be conducted according to the procedures
established for iriitial examination," thereby suggest
ing that the Commissioner may conduct a search dur
ing an ongoing reexamination proceeding).

5. Application of Portola Packaging to Unusual
Fact Patterns

The Office recognizes that each case must be
decided on its particular facts and that cases with
unusual fact patternswill occur. In such a case, the
reexamination should be brought to the attention of
the TC Director who willthen determine the appropri
ate action to be taken.

Unusual fact patterns may appear in cases in which
prior art was relied upon to reject any claim or cited
and discussed with respect to the patentability of a
claim ina prior related Office proceeding, but other
evidence clearly shows that the examiner did
not appreciate the issues raised in the reexamination
request or the ongoing reexamination with respect
to that art. Such other evidence may appear in the
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reexamination request, in the nature of the prior art, in
the prosecution history of the prior examination, or in
an admission by the patent owner, applicant, or inven
tor. See 37 CPR 1.l04(c)(3). The following exam
ples are intended to be illustrative and not inclusive.

For example, if a textbook was cited during prose
cution of the application which matured into the
patent, the record of that examination may show that
only select information from the textbook was dis
cussed with respect to the patentability of the claims.
The file history of the prior Office proceeding should
indicate which portion of the textbook was previously
considered. See 37 CPR 1.98(a)(2)(ii) (an informa
tion disclosure statement must include a copy of each
"publication or that portion which caused it to be
listed") (emphasis added). If a subsequent reexamina
tion request relied upon other information in the text
book that actually teaches what is required by the
claims, it may be appropriate to rely on this other
information in the textbook to order andlor conduct
reexamination. However, a reexamination request that
merely provides a new interpretation of a reference
already previously relied upon or actually discussed
by the Office does not create a substantial new ques
tion of patentability.

Another example involves the situation where an
examiner discussed a reference in a prior Office pro
ceeding, but did not either reject a claim based upon
the reference or maintain the rejection based on the
mistaken belief that the reference did not qualify as
prior art. For example, the examiner may not have
believed that the reference qualified as prior art
because: (i) the reference was undated or was believed
to have a bad date; (ii) the applicant submitted a dec
laration believed to be sufficient to antedate the refer
ence under 37 CFR 1.131; or (iii) the examiner
attributed an incorrect filing date to the claimed
invention. If the reexamination request were to
explain how and why the reference actually does
qualify as prior art, it may be appropriate to rely on
the reference to order andlor conduct reexamination.
For example, the request could: (i) verify the date of
the reference; (ii) undermine the sufficiency of the
declaration filed under 37 CFR 1.131; or (iii) explain
the correct filing date accorded a claim. See e.g.,
Heinl v. Godici, 143 Supp.2d 593 (E.D.Va. 2001)
(reexamination on. the basis of art previously pre-

sented without adequate proof of date may proceed if
prior art status established).

Another example involves foreign language prior
art references. If a foreign language prior art reference
was cited and discussed in any prior Office proceed
ing but the foreign language prior art reference was
never completely and accurately translated into
English during the original prosecution, Portola
Packaging may not prohibit reexamination over a
complete and accurate translation of that foreign lan
guage prior art reference. Specifically, if a reexamina
tion request were to explain why a more complete and
accurate translation of that same foreign language
prior art reference actually teaches what is required by
the patent claims, it may be appropriate to rely on the
foreign language prior art reference to order andlor
conduct reexamination.

Another example of an unusual fact pattern
involves cumulative references. To the extent that a
cumulative reference is repetitive of a prior art refer
ence that was previously applied or discussed, Portola
Packaging may prohibit reexamination of the patent
claims based only on the repetitive reference. For pur
poses of reexamination, a cumulative reference that is
repetitive is one that substantially reiterates verbatim
the teachings of a reference that was either previously
relied upon or discussed in a prior Office proceeding
even though the title or the citation of the reference
may be different. However, it is expected that a repet
itive reference which cannot be considered by the
Office during reexamination will be a rare occurrence
since most references teach additional information or
present information ina different way than other ref
erences, even though the references might address the
same general subject matter.

6. Notices Regarding Compliance With Portola
Packaging

(A) If a request for reexamination is denied under
3(E) above in order to comply with the Federal Cir
cuit's decision in Portola Packaging, the notice of
reexamination denial should state: "This reexamina
tion request is denied based on In re Portola Packag
ing, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir.
1997). No patentability determination has been made
in this reexamination proceeding."

(B) If an ongoing reexamination is terminated
under 4(D) above in order to comply with the Federal
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Circuit's decision in Portola Packaging, the Notice of
Intent to Issue a Reexamination Certificate should
state: "This reexamination is terminated based on In
re Portola Packaging, Inc., 110 F.3d 78(i,42 USPQ2d
1295 (Fed. Cir. 1997). No patentability determination
has been made in this reexamination proceeding."

(C) If a rejection in the reexamination has previ
ously been issued and that rejection is withdrawn
under 4(C) above in order to comply with the Federal
Circuit's decision in Portola Packaging, the Office
action withdrawing such rejection should state: "The
rejection is withdrawn in view of In re Portola Pack
aging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir.
1997). No patentability determination ofthe claims of
the patent in view of such prior art has been made in
this reexamination proceeding." If multiple rejections
have been made, the Office action should clarify
which rejections are being withdrawn.

B. Prior Adverse Decisions by the Office on the
Same or Substantially Identical Prior Art in
the Same Patent.

A prior decision adverse to the patentability of a
claim of a patent by the Office based upon prior art
patents or printed publications would usually mean
that "a substantially new question of patentability" is
present. Such an adverse decision by the Office could,
for example, arise from a reissue application which
was abandoned after rejection of the claim and with
out disclaiming the patent claim.

C. Prior Adverse Reissue Application Final Deci
sion by the Commissioner or the Board of
Patent Appeals and Interferences Based Upon
Grounds Other Than Patents or PrintedPubli
cations.

Any prior adverse final decision by the Commis
sioner, or the Board of Patent Appeals and Interfer
ences, on an application seeking to reissue the same
patent on 'which reexamination is requested will be
considered by the examiner when determining
whether or not a "substantial new question of patent
ability" is present. To the extent that such prior
adverse final decision was based upon grounds other
than patents or printed publications, the prior adverse.
final decision will not be a basis for determining

whether or not a "substantial new question of patent
ability" is present.

D. Prior Favorable or Adverse Decisions on the
Same or Substantially Identical Prior Patents
or Printed Publications in Other Cases not In
volving the Patent.

While the Office would consider decisions involv
ing substantially identical patents or printed publica
tions in determining whether a "substantial new
question of patentability" is raised, the weight to be
given such decisions will depend upon the circum
stances. For example, if the Office has used the same
or substantially identical prior art to reject the same or
substantially identical claims in another application or
patent under reexamination, this wouldbe considered
as being controlling in making a determination. Simi
larly, if a foreign patent office or a foreign court has
used the same or substantially identical prior art to
reject or invalidate the same or substantially identical
claims, this would be weighted heavily in making the
determination. Likewise, if a United States Court has
invalidated similar claims in another patent based on
the same or substantially identical prior patents or
printed publications, this would be considered as
being controlling in making the determination. Favor
able decisions on the same or substantially identical
prior patents or printed publications in other cases
would be considered but would not be controlling.

POLICY WHERE A FEDERAL COURT DECI-.
SION HAS BEEN ISSUED ON THE PATENT

A. Final Court Holding of Validity.

When the initial question as to whether the prior art
raises a substantial new question of patentability as to
a patent claim is under consideration, the existence of
a final court decision of claim validity in view of the
same or different prior art does not necessarily mean
that no new question is present, because of the differ
ent standards of proof employed by the Federal Dis
trict Courts and the Office. While the Office may
accord deference to factual findings made by the dis
trictcourt, the determination of whether a substantial
new question of patentability exists will be made
independently of the court's decision on validity,
because it is not controlling onthe Office.
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B. Nonfinal Court Holding ofInvalidity or Unen
forceability.

A nonfinal holding of claim invalidity or unen
forceability will not becontrolling on the question of
whether a substantial new question of patentability is
present.

C. Final Court Holding of Invalidity or Unen
forceability.

A final holding of claim invalidity or unenforce
ability is controlling on the Office. In such cases, a
substantial new question of patentability would not be
present as to the claims finally held invalid or unen
forceable.

As to A. - C. above, see Ethicon v. Quigg, 849 F.2d
1422,7 USPQ2d1152 (Fed. Cir. 1988).

Any situations requiring clarificatiou should be
brought to the attention of the Office Of Patent Legal
Administration.

2243 Claims Considered in Deciding
Request

The claims in effect at the time of the determination
will be the basis for deciding whether "a substantial
new question of patentability" is present. 37 CFR
1.515(a). While the examiner will ordinarily concen
trate on those claims for which reexamination is
requested, the finding of "a substantial new question
of patentability" can be based upon a claim of the
patent other than the ones for which reexamination is
requested. For example, the request might seek reex
amination of particular claims, but the examiner is not
limited to those claims and can make a determination
that "a substantial new question of patentability" is
present as to other claims in the patent without neces
sarily finding "a substantial new question" with
regard to the claims requested. If a substantial new
question of pateutability is found as to any claim,
reexamination will be ordered and will normally
cover all claims except where some claims have been
finally held invalid in a Federal Court decision on the
merits. The decision should discuss all patent claims
in order to inform the patent owner of the examiner's
position. See MPEP § 2242 for patent claims which
have been the subject of a prior decision. Amend
ments or new claims will not be considered or com
mented upon when deciding a request.

2244 Prior Art on Which the
Determination Is Based

The determination whether or not "a substantial
new question of patentability" is present can be based
upon any prior art patents or printed publications.
Section 303(a) of the statute and 37 CFR 1.515(a)
provide that the determination on a request will be
made "with or without consideration of other patents
or printed publications," i.e., other than those relied
upon in the request. The examiner is not limited in
making the determination to the patents and printed
publications relied on in the request. The examiner
can find "a substantial new question of patentability"
based upon the prior art patents or printed publica
tions relied on in the request, a combination of the
prior art relied on in the request and other prior art
found elsewhere, or based entirely on different patents
or printed publications. The primary source of patents
and printed publications used in making the determi
nation are those relied on in the request. However,
subject to the Portola Packaging and Recreative Tech
nologies limitations discussed in MPEP § 2242, the
examiner can also consider the prior art of record in
the patent file from the earlier examination or a reex
amination and any patents and printed publications of
record in the patent file from submissions under
37 CPR 1.501 which are in compliance with 37 CFR
1.98 in making the determination. If the examiner
believes that additional prior art patents and publica,
tions can be readily obtained by searching to supply
any deficiencies in the prior art cited in the request,
the examiner can perform such an additional search.
Such a search should be limited to that area most
likely to contain the deficiency of the prior art previ
ously considered and should be made only where
there is a reasonable likelihood that prior art can be
found to supply any deficiency necessary to "a sub
stantial new question of patentability."

The determination should be made on the claims in
effect at the time the decision is made (37 CFR
1.515(a».

The Commissioner of Patents and Trademarks has
the authority to order reexamination only in
those cases which raise a substantial new question
of patentability. The substantial new question of pat
entability requirement protects patentees from
having to respond to, or participate in unjustified
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reexaminations. See, e.g., Patlex Corp. v. Mossing
hoff, 771 F.2d 480,226 USPQ 985 (Fed. Cir. 1985).
2245 Processing of Decision

After the examiner has prepared the decision and
proofread and signed the typed version, the reexami
nation file and decision are given to the Technology
Center's (TC's) reexamination clerk for coordinating
the clerical processing carried out by the technical
support staff.

The technical support staff then prints the heading
on the decision by usiug the computer terminal. If the
request was made by a third party, the technical sup
port staff makes 3 copies of any prior art documents
not already supplied by or to the patent owner or
requester. If the patent owner filed the request, only 2
copies are required.

A copy of the decision is then mailed to the patent
owner and to any third party, along with any required
copies of prior art documents. The original signed
copy of the decisiou and a copy of auy prior art
euclosed is made ofrecord in the reexamination file.

The reexamination file is then returned to the spe
cial storage area in the TC.

2246 Decision Ordering Reexamination

35 u.s.C. 304. Reexamination order by Director.
If, in a determination made under the provisions of subsection

303(a) of this title, the Director 'finds that a substantial new ques
tion of patentability affecting any claim of a patent is raised, the
determination. will include an order for reexantination of the
patent for resolution of the question. The patent owner will be
given a reasonable period, not less than two months from the date
a copy of the determination is given or mailed to him, within
which he may file a statement on such question, including any
amendment to his patent and new claim or claims he may wish to
propose, for consideration in the reexamination. If the patent
owner files such a statement, he promptly will serve a <;opy of it
on the person who has requested reexamination under the provi
sions of section 302 of this title. Within a period of two months
from the date of service, that person may file and have considered
in the reexamination a reply to any statement filed by the patent
owner. That person promptly will serve on the patent owner a
copy of any reply filed.

37 CPR 1.525. Orderfor ex parte reexamination.
(a) If a substantial new question of patentability is found

pursuant to § 1.515 or § 1.520, the determination will include an
order for ex parte reexamination of the patent for resolution of the
question. If the order for ex parte reexamination resulted. from a
petition pursuant to § 1.515(c), the ex parte reexamination will
ordinarily be conducted by an examiner other than the examiner
responsible for the initial determination onder § 1.515(a).

(b) The notice published in the Official Gazette under
§ .1.11(c) will be considered to be constructive notice and ex.parte
reexamination will proceed.

If the request is granted, the examiner will conclude
that a substantial new question of patentability has
been raised by identifying all claims and issues, the
patents or printed publications relied on, and a brief
statement of the rationale supporting each new ques
tion.

In the examiner's decision, the examiner must iden
tify at least one substantial new question of patent
ability and explain how the prior art patents or printed
publications raise such a question. The examiner
should indicate, insofar as possible, his or her initial
position on all the issues identified in the request or
by the requester (without rejecting claims) so that
comment thereon may be received in the patent
owner's statement and in the requester's reply. The
prior art relied on should be listed on a form PTO-892
if it is not already listed on a form PTO-1449 by the
requester. A copy of a reference should be supplied
only where it has not been previously supplied to the
patent owner and requester.

As to each substantial new question of patentability
identified in the decision, the decision should point
out:

(A) The prior patents and printed publications
which add some new teaching as to at least one claim;

(B) What that new teaching is;

(C) The claims that the new teaching is directed
to;

(D) That the .new teaching was not previously
considered nor addressed in the prior examination of
the patent or a final holding of invalidity by the Fed
eral Courts;

(E) That the new teaching is such that a reason
able examiner would consider the new teaching to be
important in deciding to allow the claim being consid
ered; and

(F) Where the question is raised, or where it is
not clear that a patent or printed publication pre-dates
the patent claims, a discussion should be provided as
to why the patent or printed publication is in fact
available against the patent claims.

See MPEP § 2247.01 for an example of a decision
granting a request for reexamination.
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In a simple case, the examiner may adopt the rea
sons provided by the requester in the discussion of the
substantial new question of patentability.

In the decision on the request, the examiner will not
decide, and no statement should be made as to,
whether the claims are rejected over the patents and
printed publications. The examiner does not decide on
the question of patentability of the claims in the deci
sion on the request. The examiner only decides
whether there is a substantial new question of patent
ability to grant the request to order reexamination.

If arguments are presented as to grounds not based
on the patents or printed publications, such as those
based on public use or sale, or abandonment under
35 U.S.C. 102(c), the examiner should note that such
grounds are improper for reexamination and are
not considered or commented upon. See 37 CFR
1.552(c).

The decision granting the request is made on a deci
sion form and must set forth the time periods for the
patent owner and requester to file their statement and
any reply thereto.

The wording of form paragraph 22.01 should be
used at the end of each decision letter.

1/ 22.01 New Question ofPatentability

A substantial new question of patentability affecting claim [1]
of United States Patent Number [2] is raised by. the request for
reexamination.

Extensions of time under 37 CPR 1.136(a) will not be permit
ted in these proceedings because the provisions of 37 CFR 1.136
apply only to "anapplicant" andnot to partiesin a reexamination
proceeding.. Additionally, 35 U.S.C. 305 requires that reexamina
tion proceedings "will be conducted with specialdispatch" (37
CFR 1.550(a)). Extension of time in reexamination proceedings
are provided for in 37 CPR 1.550(c).

Upon determination that a substantial new question
of patentability is present, either pursuant to a request
under 35 U.S.c. 302 and 37 CPR 1.515, or a sua
sponte determination under 35 U.S.C. 303(a), second
sentence, and 37 CPR 1.520, the Commissioner issues
an order to reexamine. The statutory wording is that:

[T]he determination [that a substantial new question of
patentability is raised] will includean order for reexami
nation of the patent for resolution of the question. [35
U.S.C. 304, first sentence]

PETITION TO VACATE THE ORDER GRANT
ING REEXAMINATION

A substantive determination by the Commissioner
to institute reexamination pursuant to a finding that
the prior art patents or printed publications raise a
substantial new question of patentability is not subject
to review by the courts until a final agency decision in
the reexamination proceeding has issued. See Joy
Mfg. Co. v. Nat'l Mine Servo Co., Inc., 810 F.2d Il27,
1 USPQ2d 1627 (Fed. Cir. 1987); Heinl V. Godici, 143
Supp.2d 593 (E.D.Va.2001). Note further the deci
sion of Patlex Corp. v, Quigg, 6 USPQ2d 1296, 1298
(D.D.C. 1988) (the legislative scheme leaves the
Commissioner's 35 U.S.C. 303 determination entirely
to his or her discretion and not subject to judicial
review until a final agency decision on the reexamina
tion proceeding has issued). Accordingly, neither the
patent owner nor the requester has a right to petition,
or request reconsideration of, a finding that prior art
patents or printed publications raise a substantial new
question after a request for reexamination is granted.
There is no right to petition such a finding after a
request for reexamination is granted even if the find
ing of a substantial new question is based on reasons
other than those urged by the requester (or based on
less than all the grounds urged by the requester).
Where the examiner determines that a date of a refer
ence is early enough such that the reference consti
tutes prior art, that determination is not petitionable
(with respect to vacating the examiner's finding of a
substantial new question). Where the examiner deter
mines that a reference is a printed publication (i.e.,
that the criteria for publication has been satisfied),
that determination is also not petitionable. These mat
ters cannot be questioned with respect to vacating the
order granting reexamination until a final agency
decision on the reexamination proceeding has issued.
Rather, these matters can be argued by the patent
owner and appealed during the examination phase of
the reexamination proceeding.

A petition under 37 CFR 1.181 may, however, be
filed to vacate an ultra vires reexamination order,
such as where the order for reexamination is not based
on prior art patents and printed publications. In cases
where no discretion to grant a request for reexamina
tion exists, a petition to vacate the decision to
grant, or a request for reconsideration, will be enter
tained. "Appropriate circumstances" under 37 CPR

August 2001 2200-48



CITATION OF PRIOR ART AND EX PARTEREEXAMINATION OF PATENTS 2247

1.181(a)(3) exist to vacate the order granting reexami
nation where, for example:

(A) the reexamination order is not based on prior
patents or printed publications;

(B) all claims of the patent were held to be invalid
by a final decision of a Federal Court;

(C) reexamination was ordered for the wrong
patent;

(D) reexamination was ordered based on a dupli
cate copy of the request; or

(E) the reexamination order is based wholly on
prior art previously considered in an earlier concluded
examination of the patent by the Office (e.g., the
application which matured into the patent, a prior
reexamination, an interference proceeding).

As to (E) above, the decisions of In re Hiniker Co.,
150 F.3d 1362, 47 USPQ2d 1523 (Fed. Cir. 1998), In
re Portola Packaging Inc., 110 F.3d 786, 42 USPQ2d
1295 (Fed. Cir. 1997), and In re Recreative Technolo
gies Corp., 83 F.3d 1394, 38 USPQ2d 1776 (Fed. Cir.
1996) are to be noted. See the discussion in MPEP §
2242 as to the criteria for vacating a reexamination
order in view of the decisions.

When a petition under 37 CFR 1.181 is filed to
vacate an reexamination order, the third party
requester (where one is present in the reexamination
proceeding) may file a single submission in opposi
tion to the petition. Because reexamination proceed
ings are conducted with special dispatch, 35 U.S.C.
305, any such opposition by the third party requester
must be filed within two weeks of the date upon
which a copy of the original 37 CFR 1.181 petition
was served on the third party requester to ensure con
sideration. It is advisable that, upon receipt and
review of the served copy of such a 37 CFR 1.181
petition which the third party requester intends to
oppose, the requester should immediately place a
courtesy telephone call to the Special Program Exam
iner in the Technology Center in which the reexami
nation proceeding is pending to notify the Office that
an opposition to the 37 CFR 1.181 petition will be
filed. Whenever possible, filing of the opposition
should be submitted by facsimile transmission.

The filing of a 37 CFR 1.181 petition to vacate an
ultra vires reexamination order is limited to a single
SUbmission, even if an opposition thereto is filed by a
third party requester.

PRIOR ART SUBMITTEDAFTER THE ORDER

Any prior art citations under 37 CFR 1.501 submit
ted after the date of the decision on the order should
be retained in a separate file by the reexamination
clerk and stored until the reexamination proceeding is
terminated, at which time the prior art citation is then
entered of record on the patent file. See MPEP
§ 2206.

2247 Decision on Request for
Reexamination, Request Denied

The request for reexamination will be denied if a
substantial new question of patentability is not found
based on patents or printed publications.

If the examiner concludes that no substantial new
question of patentability has been raised, the examiner
should indicate, for each patent and printed publica
tion cited in the request, why the citation is:

(A) Cumulative to the teachings of the art cited in
the earlier concluded examination of the patent;

(B) Not available against the claims (e.g., the ref
erence is not available as pior art because of its date
or the reference is not a publication);

(C) Not important to a reasonable examiner in
deciding whether any claim of the patent for which
reexamination is reqnested is patentable even though
the citation is not cumulative and the citation is avail
able against the claim; or

(D) One which was cited in the record of the
patent and is barred by the guidelines set forth in
MPEP § 2242 for reviewing requests for reexamina
tions and ongoing reexantinations for compliance
with In re Portola Packaging Inc., 110 F.3d 786,
42 USPQ2d 1295 (Fed. Cir. 1997), as having been
previously considered in an earlier concluded Office
examination of the patent.

If a request for reexamination is denied for the rea
son noted in (D) above, the notice of reexamination
denial should include the following statement: "This
reexamination request is denied based on In re Por
tola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295
(Fed. Cir. 1997). No patentability determination has
been made in this reexamination proceeding."

The examiner should also respond to the substance
of each argument raised by the requester which is
based on patents or printed publications. If arguments
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are presented as to grounds not based on prior patents
or printed publications, such as those based on public
use or sale, or abandonment under 35 U.S.C. 102(c),
the examiner should note that such grounds are
improper for reexamination and are not considered or
commented upon. See 37 CFR 1.552(c).

See MPEP § 2247.01 for an example of a decision
denying a request for reexamination.

A copy of any denied request and the decision
thereon are made part of the official patent file.

If the denial of the request is not overturned by a
petition decision, a refund will be made to the

requester under 37 CPR 1.26(c) after the period for
petition has expired.

Use form paragraph 22.02 as the introductory para
graph in a decision denying reexamination.

'I 22.02 No New Question ofPatentability
No substantial new question of patentability is raised by the

request for reexamination and prior art cited therein for the rea
sons set forth below.

2247.01 Examples of Decisions on
Request for Reexamination

Examples of decisions on requests are provided
below.
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/rr\,m; lJNJTJlDSTATES DEI'AItTMI!NT OFCOMMERCE
....., .... 'IhdeIurlr. Ollke

~ tnoo'StONEllOPPA11lN'R ANDTll.ADEMAIlKS
........D.C.»131

CONTROL NUltBER I FILING DATE I PATENT UNDER REEXAMINATION ATTORNEY DOCKET NO

90/999,999 09/09/99 9,999,999 llllll

William Dyre
2400 Any Street Road
Anytown, VA 22202

r-------"K~en~reth SchorI lIlT UNI'1'cpAPERNuMsERI
3715 3

DATI:. HAtLI:D

09/14/99

ORDER GRANTING/DENYING REQUEST FOR REEXAMINATION

The request for recxamination bas been ounsldered. Identification oftheclaims, thereferences relied on,andthe
rationale supporting the determination areattached.

Attachment(s) 0 PI'O-892. 0 PI'O-1449. DOther: _

1.[iJ Therequest forrccxamination isGRANTED.

RESPONSE TIMES ARE SETTOEXPIRE AS FOllOWS:

ForPatent Owner's Statement(optional); TWO MON1HS from themailing date hereof. 37 CPR 1.530(b).
EXl'ENSIONS OFTIME AREOOVERNED BY37CFR, l.5SO(c).

ForRequester's reply (optional); TWO MON'!HS from thedate ofservice ofany patent owner's statement.
37CPR 1.535. NO EXl'ENSION()FTlMEISPEII1tfI1TED,.1f patent owner does notfile a timely statement
under.37 CPR 1.530(b). noreplybyrequester ispermiUed. .

2. 0 The request forreexamination isDENIED.

This decision isnotappealable. 35 U.S.C. 303(c). Requester may seek review by petitinn 10Ihe Commissioner
within ONE MON1H from themailing date hereof. 37 CFR 1.515(c). EXl'ENSIONS OFTIME ONLY
UNDER 37CFR,1.183.

Indueouurse, a refund under 37 CFR l.26(c) will be made torequester(listed below if notpatent owner)
oby lteasury check 0 by credil toDeposil Account No. ~ _

unless notified otherwise. 35 U.S.c. 303(c).

(Third party requester's correapandence address)

JobnDoe
12Seemore Street
Any City, New YorklOOl
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DECISION
A substantial new question

United States Patent Number
for reexamination.

of patentability affecting Claims 1-3 of
9,999,999 to Key is raised by the request

Extensions of time under 37 CFR 1.136 (a) will not be permitted
in these proceedings because the provisions of 37 CFR 1.136 apply
only to "an applicant" and not to parties in a reexamination pro·
ceeding. Additionally, Office policy requires that reexamination pro·
ceedings "will be conducted with special dispatch" (37 CFR
1. 550 (a» and provides for extensions of time in reexamination
proceedings as set forth in 37 CFR 1.550(c).

The request indicates that Requester considers that Claims 1-3 are
unpatentable over Smith taken with Jones.

The request further indicates that Requester considers that Claim 4
is unpatentable over the Horn pUblication.

It is agreed that the consideration of Smith raises a substantial
new question of patentability as to Claims 1-3 of the Key patent. As
pointed out on pages 2-3 of the request, Smith teaches using an
extruder supported on springs at a 30 degree angle to the horizontal
but does not teach the specific polymer of Claims 1-3 which is ex
truded. The teaching as to spring-supporting the extruder at 30 de
grees was not present in the prosecution of the application which
became the Key patent. Further, there is a substantial likelihood
that a. reasonable examiner would consider this teaching important in
deciding whether or not the claim is pa.tenta.ble. Accordingly, Smith
raises a substantial new question of patentability as to Claims 1-3,
which question has not been decided in a previous examination of the
Key patent.

The Horn publication does not raise a new question of patentability
as to Claim 4 because its teaching as to the extrusion die is a
substantial equivalent of the teaching of the die by the Dorn patent
which was considered in the prosecution of the application, which
became the Key patent. However, Claim 4 will be reexamined along with
Claims 1-3 of the Key patent.

Kenneth M. Schor
Primary Examiner, Technology Center 1700
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Example (2): Declsloa DenylDa Request farRftunIlIIlIlion

(j"~,ji lINITIlD STATES DEPARTMENT OFCOMMERCE
Poteat'" 'I'rodem.Irk omee
~ QJMMISSIONBR OPPA11!Jn'S AMDTRADEMARICS

........D.c.ar.ul

CONTROL HUMBER I FILING DATE I PATENT UNDER REEXAKIHATION ATTORNEY \lOCKET NO

qqq

I EXAM!"';. "I
______~K~en~neth Schor
I ART UMIT IPAPER NUMBERI

3715 ,
DATE MAILED

09/14/99

ORDER GRANTINGIDENYING REQUEST FOR REEXAMINATION

William Dyre
2400 Any Street Road
Anytown, VA 22202

90/999,999 09/09/99 9,999,999

Therequest forreexllJllination hasbeenconsidetcd. Identification ofthedaims, thereferences relied on,andthe
rationllle supporting thedetermination are attached.

Attadunent(a) 0 Pl'()-1I92. 0 Pl'()-1449. OOlher: -_-

I. 0 Tho request forreeumination isGRANTED.

RESPONSETIMES ARESETTOEXPIRE ASFOll.OWS:

ForPatent Owner's Statement (optional): 1WO MONnlSfrom themailing date hereof.. 37CFR1.530(b).
EXTIlNSIONS OFTIME ARE GOVERNED BY37era 1.550(0).

ForRequester's reply (optional): ,1W0 MONnlS from thedateofservice of any patent owner's statement.
37CPR1.535.1'10 En'ENSlONOFTIME ISPERMnTED. Ifpalent ownerdoesnotliIe a timely statement
under37CPRI.S3O(b). noreply byrequester ispermitted. '

2.1iJ The request forreexamination isDENIED.

This decision isnolappealable. 3S U.S.C. 303(e). Requester may seek review bypetition to theCommissioner
within ONEMONTH from themalling datehereof. 37CFR 1.515(e). EXTENSIONS OFTIME ONLY
UNDER 37era1.183.

Induecourse, a refund under 37CPR1.26(e) will be made to requester (listed below ifnotpatentowner)
o by'Iteasury eltcelc 0 bycredit to DepOsit Ancount No., _

unless uotifled otherwise. 35U.s.c. 303(e).

(Third partyreqUester'lllOrrespondencc address)

John Doe
12 Seemore Street
Any City, New York 1001
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DECISION

NO substantial new question

request for reexamination and prior

below.

of patentability is
art cited therein for the

raised

reasons
by the

set forth

The request indicates that Requester considers that Claims 1-2 are unpatentable
over Smith'taken with Jones.

The request further indicates that
3 is unpatentable over Smith taken with Jones

publication.

Requester considers that Claim

and when further taken with the Horn

The claims of the Key patent, for which reexamination is requested, require that
an extruder be supported on springs at an anqle of 30 degrees to the horizontal,
while a specific chlorinated polymer is extruded through a specific extrusion die.

The smith patent does not raise a substantial new question of patentability as
to the Key claims. Smith' s teaching as to the extruder being spring-supported at
30 degrees is a substantial equivalent of the teaching of same by the Darn patent
which was considered in the prosecution .of the application which became the Key

patent.

In the request for reexamination, i,t is argued that Jones teaches
the extrusion die. However, Jones was also used in the prosecution of
the Key application to teach ~theextrusion die.

The requests argued that the Horn publication shows the connection
of the support means to the extruder via bolts,;~s recited in Claim 3
of the Key patent. A~though this teaching was .not provided in the
prosecution of the Key application, the teaching would not-be
considered to be important to a reasonable examiner in deciding whether
or not the Key claims are patentable. The use of a bolt instead of a
screw (which was taught by the art of record in the Key application) to
provide the connection has not been shown in the request to be
important in the context of attaching the support means to the
extruder.

The references set forth in the request have been considered both
alone and in combination. They fail to raise a substantial new question
of patentability as to anyone of the Key patent claims. Accordingly,
the request for reexamination is DENIED.

Kenneth M. Schor
Primary Examiner, Technology Center 1700
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2248 Petition From Denial of Request

37 CFR 1.515. Determination of the request for ex parte
reexamination.

*****

(c) The requester may seek review by a petition to the Com
missioner under § 1.181 within one month of the mailingdate of
the examiner's determination refusing ex parte reexamination.
Any such petition must comply with § 1.181(b). If no petition is
timely filed or if the decision on petition affirms that no substan
tial new question of patentability' has been raised, the determina
tion shall be [mal and nonappealable.

PROCESSING OF PETITION UNDER 37 CFR
1.515(c)

Once the request for reexamination has been
denied, the reexamination file will be stored in the
storage area established by the Technology Center
(TC) for reexamination files, to await the possibility
of a petition seeking review of the examiner's deter
mination refusing reexamination. If no petition is filed
within one (1) month, the file is forwarded to the
Office of Finance for a refund. If a petition is filed, it
is forwarded (together with the reexamination file) to
the office of the TC Director for decision.

Where a petition is filed, the TC Director will
review the examiner's determination that a substantial
new question of patentability has not been raised. The
TC Director's review will be de novo. Each decision
by the TC Director will conclude with the paragtaph:

This decision is final and nonappealable. .37 CFR
1.51~(c).No further communication on this matterwill be
acknowledged or considered.

If the petition is granted, the decision of the TC
Director should include a sentence setting a 2-month
period for filing a statement under 37 CFR 1.530; the
reexamination file will then be returned to the super
visory patent examiner (SPE) of the art unit that will
handle the reexamination for consideration of reas
signment to another examiner.

Reassignment will be the general rule. Only in
exceptional circumstances where no other examiner is
available and capable to give a proper examination,
will the case remain with the examiner who denied
the request. If the denial of the request was signed by

the SPE, the reexamination ordered by the TC Direc
tor will be assigned to a primary examiner.

Under normal circumstances, the reexamination
proceeding will not. be reassigned toa SPE, primary
examiner, or assistant examiner who was involved in
any part of the examination of the patent for which
reexamination is requested. Only where unusual cir
cumstances are found to exist may the TC Director
make an exception to this practice and reassign the
reexamination proceeding to an examiner involved
with the examination.of the patent. For example, if the
original examiner of the patent and the examiner who
issued the denial are the only examiners with ade
quate knowledge of the relevant technology, the TC
Director may permit reassignment of the reexamina
tion.proceeding to the examiner that originally exam
ined the patent.

The requester may seek review of a denial of a
request for reexamination only by petitioning the
Commissioner under 37 CFR l:515(c) and 1.181
within I month of the mailing date of the decision
denying the request for reexamination. Additionally,
any request for an extension ofthe time period to file
such a petition from the denial of a request for reex
amination can only be entertained by filing a petition
under 37 CPR 1.183 with appropriate fee to waive the
time provisions of 37 CFR 1.5I5(c).

After the time for petition has expired without a
petition having been filed, or a petition has been filed
and the decision thereon affirms the denial of the
request, a partial refund Ofthe filing fee for requesting
reexamination will be made to the requester.
(35 U.S.C. 303(c) and 37 CFR 1.26(c». A decision on
a petition is final and is not appealable.

Except for the limited exception described in
MPEP § 2246, no petition may be filed requesting
review of a decision granting a request for reexamina
tion, even if the decision grants the request for reasons
other than those 'advanced by the requester or as to
claims other than those for which the requester sought
reexamination. No right to review exists if reexamina
tion is ordered in such a case because all claims will
be reexamined in view of all prior art during the reex
amination under 37 CFR 1.550.
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2249 Patent Owner's Statement

37 CFR 1.530. Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship change in ex parte
or inter partes reexamination.

(a) Except as provided in § 1.51O(e), no statement or other
response by the patent owner in an ex parte reexanrination pro
ceeding shall be filed prior to the determinations made in accor
dance with § 1.515 or § 1.520. If a premature statementor other
response is filed by the patent owner, it will notbe acknowledged
orconsidered in making the determination.

(b) The order for ex parte reexamination will set a period of
not less than two months from the dateof the order withinwhich
thepatent ownermayfile a statement on thenew question of pat
entability, including any proposed amendments the patent owner
wishes to make.

(c) Any statement filed by the patent owner shall clearly
point out why the subject matter as claimed is not anticipated or
rendered obvious by the prior art patents or printed publications,
either alone or in any reasonable combinations. Where the reex
amination request was filed by a third party requester, any state
ment filed by the patent owner must be served upon the ex parte
reexamination requester in accordance with § 1.248.

*****

The patent owner has no right to file a statement
subsequent to the filing of the request bnt prior to the
order for reexamination. Any such premature state
ment will not be acknowledged nor considered by the
Office when making the decision on the request. See
MPEP § 2225 and Patlex Corp. v. Mossinghoff, 771
F.2d 480, 226 USPQ 985 (Fed. Cir. 1985).

If reexamination is ordered, the decision will set a
period of not less than 2 months within which period
the patent owner may file a statement and any narrow
ing amendments to the patent claims. If necessary, an
extension of time beyond the 2 months may be
requested under 37 CFR 1.550(c) by the patent owner.
Such request is decided by the TC Director.

Any statement filed must clearly point out why the
patent claims are believed to be patentable, consider
ing the cited prior art patents or printed publications
alone or in any reasonable combination.

A copy of the statement must be served by the
patent owner on the requester, unless the request was
filed by the patent owner.

In the event the decision is made to reexamine, 35
U.S.C. 304 provides that the owner will have a period,

not less than 2 months, to file a statement directed to
the issue of patentability. Since the 2-month period is
the minimum provided by statute, first extensions
may be granted up to one (I) month based upon good
and sufficient reasons. Further extensions should be
granted only in the most extraordinary situations; e.g.,
death or incapacitation of the representative or owner.

Lack of proof of service especially poses a problem
where the patent owner fails to indicate that he or she
has served the requester in the statement subsequent
to the order for reexamination (37 CFR 1.530(c)). In
this situation, the Reexamination Clerk should imme
diately contact the patent owner by telephone to see
whether the indication of proof of service was inad
vertently omitted from the patent owner's response. If
it was, the patent owner should be advised to submit a
supplemental paper indicating the manner and date of
service on requester. If the patent owner cannot be
contacted, the Reexamination Clerk will then contact
the requester to verify that service has in fact been
made by the patent owner and indicate that acknowl
edgment of proof of service should accompany
requester's reply (37 CFR 1.248(b)(I)). If the 2
month period for response under 37 CFR 1.530 has
expired and requester has not been served, the patent
owner's statement is considered inappropriate
(37 CFR 1.248) and may be denied consideration; see
MPEP § 2267.

See also MPEP § 2266.03 for further discussion as
to the patent owner providing service on the third
party requester.

It should be noted that the period for response by
requester for a reply under 37 CFR 1.535 is 2 months
from the owner's service date and not 2 months from
the date the patent owner's statement was received in
the Office.

2250 Amendment by Patent Owner

37 CFR 1.121. Manner of making amendments in
application.

*****

(i) Amendments in reexamination proceedings: Any pro
posed amendment to the description and claims in patents
involved in reexamination proceedings in both ex parte reexami
nations filed under § 1.510 and inter partes reexaminations filed
under § 1.913 must be made in accordance with § 1.530(d)-G).

August2001 2200-56



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS 2250

37 CFR 1.530. Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship change in ex parte
or inter partes reexamination.

*****
(d) Making amendments ina reexamination proceeding. A

proposed amendment in an ex parte. or an inter partes reexamina
tion proceeding is made by filing a paper directing that proposed
specified changes be made to the patent specification, including
the claims, or-to the drawings. An amendment paper directing that
proposed specified changes be made in a reexamination proceed
ing may be submitted as an accompaniment to a request filed by
the patent owner in accordance with § 1.51O(e), as part of a patent
owner statement in accordancewith paragraph (b) of this section,
or, where permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(.) or § 1.937.

(1) Specification other than the claims. Changes to the
specification, other than to the claims; must be made by submis
sion of the entire text of an addedor rewritten paragraph including
markings pursuant to paragraph (f) of this section, except that an
entire paragraph may be deleted by a statement deleting the para
graph, without presentation of the text of the paragraph. The pre
cise point in-the specification must be identified where any added
or rewritten paragraph is located. This paragraph applies whether
the amendment is submitted on paper or compact disc (see §§ 1.96
and 1.825).

(2). Claims. An amendment paper must include the entire
text of each patent claim which is being proposed to be changed
by such amendment paper and of each new claim being proposed
to be added by such amendment paper. For any claim changed by
the amendment paper, a parenthetical expression "amended,"
"twice amended," etc., should follow the claim number. Each
patent claim proposed to be changed and each proposed added
claim must include markings pursuant to paragraph (f) of this sec
tion, except that a patent claim or proposed added claim should be
canceled by a statement canceling the claim, without presentation
of the text of the claim.

(3) Drawings. Any change to the patent-drawings must be
submitted as a sketch on a separate paper showing the proposed
changes in red for approval by the examiner. Upon approval of the
changes by the examiner, only new sheets of drawings including
the changes and in compliance with § 1.84 must be filed.
Amended figures must be identified as "Amended," and any
added figure must be identified as "New." In the event a figure is
canceled, the figure must be surrounded by brackets and identified
as "Canceled."

(4) The formal requirements for papers making up the
reexamination proceeding other than those set forth in this section
are set out in § 1.52.

(e) Status of claims and support for claim changes. When
ever there is an amendment to the claims pursuant to paragraph
(d) of this section, there must also be supplied, on pages separate
from the pages containing the changes, the status (i:e., pending or
canceled), as of the date of the amendment, of all patent claims
and of all added claims, and an explanation of the support in the

disclosure of the patent for the changes to the claims made by the
amendment paper.

(f) Changes shown by markings. Any changes relative to the
patent being reexamined which are made to the specification,
including the claims, must include the following markings:

(1) The matter to be omitted by the reexamination pro
ceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination proceed
ing must be underlined.

(g) Numbering of patent claims preserved. Patent claims
may not be renumbered. The numbering of any claims added in
the reexamination proceeding must follow the number of the high
est numbered patent claim.

(h) Amendment of disclosure may be required. The disclo
sure must be amended, when required by the Office, to correct
inaccuracies of description and defmition, and to secure substan
tial correspondence between the claims, the remainder of the spec
ification, and the drawings.

(i) Amendments made relative to patent. All amendments
must be made relative to the patent specificationv including the
claims, and drawings, which are in effect as of the date of filing
the request for reexamination.

G) No enlargement of claim scope. No amendment may
enlarge the scope of the claims of the patent or introduce new mat
ter. No amendment may .be proposed for entry in all expired
patent. Moreover, no amendment, other than the cancellation of
claims, will be incorporated into the patent by a certificate issued
after the expiration of the patent.

(k) Amendments not effective until certificate. Although the
Office actions will treat proposed amendments as though they
have been entered, the proposed amendments.will not be effective
until the reexamination certificate is issued.

*****
Amendments to the patent (one which has not

expired) may be filed by the patent owner with his or
her request. See MPEP § 2221. Snch amendments,
however, may not enlarge the scope of a claim of the
patent or introduce new matter. Amended or new
claims which broaden or enlarge the scope of a claim
of the patent should be rejected under 35 U.S.C. 305.
The test for when an amended or "new claim enlarges
the scope of an original claim nnder 35 U.S.C. 305 is
the same as that nnder the 2-year limitation for reissue
applications adding enlarging claims under 35 U.S.c.
251, last paragraph." In re Freeman, 30 F,3d 1459,
1464, 31 USPQ2d 1444, 1447 (Fed. Cir. 1994). See
MPEP § 2258 for a discussion of enlargement of
claim scope. For handling of new matter, see MPEP §
2270.. Additional claims may be added by amend
ment in a reexamination proceeding, withont any fee.
Amendments proposed in a reexamination will nor
mally be entered and be considered to be entered for
pnrposes of prosecution before the Office (if they are
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timely and comply with the rules); however, the
amendments do not become effective in the patent
until the reexamination certificate under 35 U.S.C.
307 is issued.

No amendment will be permitted where the certifi
cate issues after expiration of the patent. See 37 CPR
1.530 (d)(3). The patent expiration date for a utility
patent, for example, is determined by taking into
account the term of the patent, whether maintenance
fees have been paid for the patent, and whether any
disclaimer was filed as to the patent to shorten its
term. Any other relevant information should also be
taken into account.

Amendment Entry - Amendments which comply
with 37 CFR 1.530(d)-G) will be entered in the reex
amination file wrapper. An amendment will be given
a Paper Number and will be designated by consecu
tive letters of the alphabet (A, B, C, etc.). The amend
ment will be entered by drawing a line in red ink
through the claim(s) or paragraph(s) canceled or
amended, and the substituted copy being indicated by
reference letter. See MPEP § 2234.

I. MANNER OF MAKING AMENDMENTS
IN REEXAMINATION PROCEEDINGS

The provisions of 37 CFR 1.530(d)-(k) apply to
amendments in reexamination proceedings.

A. The Specification

37 CFR 1.530(d)(l) relates to the manner of mak
ing amendments to the reexamination "specification"
(other than the claims). It is not to be used for making
amendments to the claims or the drawings.

37 CFR 1.530(d)(I) requires that all amendments,
which include any deletions or additions, must be
made by submission of the full text of any paragraph
to be changed in any manner, with markings (brackets
and underlining) showing the changes. It should be
noted that examiner's amendments made at the time
when the Notice of Intent to Issue Reexamination
Certificate (NIRC) is prepared also require the full
text of any paragraph to be changed, with markings.
The exception for examiner's amendment set forth in
37 CFR 1.121(g) does not apply to examiner's
amendments in reexamination proceedings. It should
further be noted that the requirement of 37 CPR
1.530(d)(I) applies regardless of whether the amend
ment is submitted on paper or on compact disc (pursu-

ant to 37 CPR 1.96 or 1.825). The only exception to
this requirement is that an entire paragraph of specifi
cation text may be deleted from the specification by a
statement deleting the paragraph without the presenta
tion of the text of the paragraph.

In accordance with 37 CFR 1.530(d)(I), all para
graphs which are added to the specification must be
submitted as completely underlined.

37 CFR 1.530(d)(I) requires that the precise point
where each amendment is to be made must be indi
cated.

37 CPR 1.530(d)(l) defines the "markings" by ref
erence to 37 CFR 1.530(f) as being brackets. for dele
tion and underlining for addition. All.bracketing and
underlining is made in comparison to the original
patent; not in comparison with the prior amendment.

Where a change is made in one sentence, paragraph
or page of the patent, and the change increases or
decreases the size of the sentence, paragraph or page,
this will have no effect on the body of the reexamina
tion "specification" (the copy of the patent). This is
because all insertions are made as blocked additions
of paragraphs, which are not physically inserted
within the specification papers. Rather, each blocked
paragraph is assigned a letter and number, and a caret
written in the specification papers indicates where the
blocked paragraph is to be incorporated. Therefore, a
reexamination patent owner need not be concerned
with page formatting considerations when presenting
amendments to the Office.

B. The Claims

37 CPR 1.530(d)(2) relates to the manner of mak
ing amendments to the claims in a reexamination pro
ceeding. It is not to be used for making amendments
to the remainder of the specification or to the draw
ings.

37 CPR 1.530(d)(2) requires that:

(A) for each claim that is proposed to be amended
by the amendment paper being submitted (the current
amendment paper), the entire text of the claim must
be presented with appropriate markings showing the
changes to the claim;

(B) for each proposed new claim which is added
in the reexamination by the amendment paper being
submitted (the current amendment paper), the entire
text of the proposed new claim must be presented and
it must be underlined throughout;
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(C) a patent claim is canceled by a direction to
cancel that claim, there is no need to present the text
of the patent claim surrounded by brackets; and

(D) a proposed new claim (previously added in
the reexamination) is canceled by a direction to cancel
that claim.

It should be noted that examiner's amendments
made at the time when the Notice of Intent to Issue
Reexamination Certificate (NIRC) is prepared also
require the full text of any claim to be changed, with
markings. The exception for examiner's amendment
set forth in 37 CFR I.I2l(g) does not apply to exam
iner's amendments in reexamination proceedings. It
should further be noted that the requirements of
37 CFR 1.530(d)(2) apply regardless of whether the
amendment is submitted on paper or on compact disc
(pursuant to 37 CFR 1.96 or 1.825).

In accordance with 37 CFR 1.530(e), each amend
ment submitted must set forth the status of all patent
claims and all added claims as of the date of the sub
mission. The status to be set forth is whether the claim
is pending, or canceled. The failure to submit the
claim status will generally result in a notification to
the patent owner of an informal response (see MPEP
§ 2266.02) prior to final rejection. Such an amend
ment submitted after final rejection will not be
entered.

Also in accordance with 37 CPR 1.530(e), each
claim amendment must be accompanied by an expla
nation of the support in the disclosure of the patent for
the amendment (i.e., support for the changes made in
the claim(s), support for any insertions and deletions).
The failure to submit an explanation will generally
result in a notification to the patent owner that the
amendment prior to final rejection is not completely
responsive since the failure to set forth the support in
the disclosure goes to the merits of the case (see
MPEP § 2266.01). Such an amendment submitted
after final rejection will not be entered.

37 CFR 1.530(f) identifies the type of markings
required in the claim to be amended as underlining for
added material and single brackets for material
deleted.

37 CFR 1.530(g) states that original patent claims
may not be renumbered. A patent claim retains its
number even if it is canceled in the reexamination
proceeding, and the numbering of any added claims
must begin after the last original patent claim-.

C. The Drawings

With respect to amendment of the drawings in a
reexamination proceeding, see MPEP § 2250.01.

Form paragraph 22.12 may be used to advise patent
owner of the proper manner of making amendments
in a reexamination proceeding.

D. Form Paragraphs

'1 22.12 Amendments Proposed in a Reexamination - 37
CFR 1.530(d)-(j)

Patent owner is notified that any proposed amendment to the
specificationand/orclaims in this reexamination proceedingmust
comply with 37 CPR l.530(d)-G).

Examiner Note:
This paragraph may be used in the order granting reexamina

tion and/or in the first Office action to advise patentowner of the
proper manner of making amendments in a reexamination pro
ceeding.

Form paragraph 22.13 may be used to notify the
patent owner in a reexamination proceeding that a
proposed amendment in the proceeding filed prior to
final .rejection does not comply with 37 CPR
1.530(d)-(j).

'1 22.13 Improper Amendment in a Reexamination - 37
CFR I.530(d)-(j)

The amendment filed [11 proposes amendments to [21 that do
not comply with 37 CPR 1.530(d)-(j), which sets forth the man
ner of making amendments in reexamination proceedings. A sup
plemental paper correctly proposing amendments in the
reexamination proceeding is required;

A shortened statutory period for response to this letter is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter. If patent owner fails to timely
correct this informality, the amendment will be held not to be an
appropriate response, the present reexamination proceeding will
be terminated, and a reexamination certificate will issue. 37 CFR
I.550(d).

Examiner Note:
This paragraph may be nsed for any 37 CPR 1.530(d)-(j) infor

mality as to a proposed amendment submitted in a reexamination
proceeding prior to final rejection. After [mal rejection, the
amendment should not be entered and patent owner informed of
such in an advisory Office action using Form PIOL 467.

The cover sheet to be used for mailing the notifica
tion to the patent owner will be PrOL-473.

As an alternative to using form paragraph 22.13, it
would also be appropriate to use form PrOL-475.

Note that if the informal amendment is submitted
after final rejection, form paragraph 22.13 and form
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PTOL-475 should not be used. Rather an advisory
Office action (using form PTOL-467) should be
issued indicating that the amendment was not entered.
In the "Other" section, it should be explained that the
amendment was not entered because it does not com
ply with 37 CFI< 1.530(d)-G), which sets forth the
manner of making amendments in reexanrination pro
ceedings.

II. ALL CHANGES ARE MADE VIS·A·VIS
THE PATENT BEING REEXAMINED

When a reexamination certificate is printed, all
nnderlined matter is printed in italics and all brackets
are printed as they were inserted in the proceeding in
order to thereby show exactly which additions and
deletions have been made in the patent via the reex
amination proceeding. In accordance with 37 CFR
1.530(i), all amendments to the patent being reexam
ined must be made relative to the patent specification
in effect as of the date of the filing of the request for
reexamination. The patent specification includes the
claims and drawings. If there was a prior change to
the patent (made via a prior reexamination certificate,
reissue of the patent, certificate of correction, etc.),
the first amendment must be made relative to the
patent specification as changed by the prior proceed
ing or other mechanism for changing the patent. All
amendments subsequent to the first amendment must
also be made relative to the patent specification in
effect as of the date of the filing of the request for
reexamination, and not relative to the prior amend
ment.

III. EXAMPLES

A substantial number of problems arise in the
Office because of improper submission of proposed
amendments in reexamination proceedings. The fol
lowing examples are provided to assist in the prepara
tion of proper proposed amendments in reexamination
proceedings.

(A) Original Patent Description Or Patent Claim
Amended

(1) Specification - submit a copy of the entire
paragraph (of the specification of the patent) being
amended with underlining and bracketing. Thus, the
amendment would be presented as follows:

Replace the paragraph beginning at column 4, line 23 with
the following:

Scanning [is] arecontrolled by clocks which are, in turn,
controlled from the display tube line synchronization.
The signals resulting from scanning the scope of the char
acter are delivered in parallel, then converted into serial
mode through a shift register, wherein the shift signal fre
quency is controlled by a clock that is controlled from the
displaytube line synchronization.

(2) Claims - for changes to the patent claims,
one must submit a copy of the entire patent claim with
the amendments shown by underlining and bracket
ing. Thus, the amendment would be presented as fol
lows:

Amend claim 6 as follows:

Claim 6. The 'apparatus of claim [5] 1 wherein the [first]
second piezoelectric element is parallel to the [second]
third piezoelectric element.

If the dependency of any original patent claim
is to be changed by amendment, it is proper to make
that original patent claim dependent upon a later filed
higher numbered claim.

(B) Cancellation of Entire Claim(s)
(I) Original patent claim canceled - in writing,

direct cancellation of the entire patent claim.

Cancel claim 6.

(2) Proposed new claim (previously added in
the reexamination) canceled - in writing, direct can
cellation of the entire claim.

Cancel claim 15,

(C) Presentation Of New Claims
Each proposed new claim (i.e., a claim not found

in the patent, that is newly presented in the reexanri
nation proceeding) should be presented with underlin
ing throughout the claim.

Claim 7. The apparatus of claim 5 further comprising
electrodes :attaching to said opposite faces of the second
and third piezoelectric elements.

Even though an original claim may have been
canceled, the numbering of the original claims does
not change. Accordingly, any added claims are num
bered beginning with the next higher number than the
number of claims in the original patent. If new claims
have been added to the reexanrination proceeding
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which are later canceled prior to the issuance of the
reexamination certificate, the examiner will renum
ber, at the time of preparing the NIRC for subsequent
issuance of the certificate, any remaining new claims
in numerical order to follow the highest number of the
claims in the original patent.

A claim number previously assigned to a new
claim that has been canceled should not be reassigned
to a different new claim during the reexamination pro
ceeding. For example, if new claim 5 added in a prior
amendment is canceled in a later amendment, a differ
ent new claim added in a later amendment during the
reexamination proceeding would be claim 6. Of
course, at the time of preparing the NIRC, claim 6
would be renumbered for issue of the reexamination
certificate as claim 5.

(D) Amendment Of New Claims

An amendment of a new claim (i.e., a claim not
found in the patent, that was previously presented in
the reexamination proceeding) must present the entire
text of the new claim containing the amendatory
material, and it must be underlined throughout the
claim. The presentation cannot contain any bracket
ing or other indication of what was in the previous
version of the claim. This is because all changes in
the reexamination are made vis-a-vis the original
patent, and not in comparison with any prior amend
ment. Although the presentation of the amended
claim does not contain any indication of what is
changed from a previous version of the claim, patent
owner must point out what is changed, in the
"Remarks" portion of the amendment. Also, as per
37 CFR 1.530(e), each change made in the claim must
be accompanied by an explanation of the support in
the disclosure of the patent (i.e., the reexamination
specification) for the change.

(E) Amendment Of Original Patent Claims More
Than Once

The following illustrates proper claim amendment
of original patent claims in reexamination proceed
ings:

(I) Patent claim.

Claim 1. A cuttingmeans having a handleportion and a
blade portion.

(2) Proper first amendment format.

Claim L A [cutting means] knife having a bone handle
portion anda notchedblade portion.

(3) Proper second amendment format.

Claim 1. A [cutting means] knife having a handle portion
anda serrated bladeportion.

Note that the second amendment must include
(I) the changes previously presented in the first
amendment; i.e., [cutting means] knife, as well as (2)
the new changes presented in the second amendment;
i.e., serrated.

The word bone was presented in the first amend
ment and is now to be deleted in the second amend
ment. Thus, "bone" is NOT to be shown in brackets in
the second amendment. Rather, the word "bone" is
simply omitted from the claim, since "bone" never
appeared in the patent.

The word notched which was presented in the
first amendment is replaced by the word serrated in
the second amendment. The word notched is being
deleted in the second amendment and did not appear
in the patent; accordingly, "notched" is not shown in
any form in the claim. The word serrated is being
addedIn the second amendment, and accordingly,
"serrated" is added to the claim and is underlined.

It should be understood that in the second amend
ment, the deletions of "notched" and "bone" are not
changes from the original patent claim text and there
fore, are not shown in the second amendment. In both
the first and the second amendments, the entire claim
is presented only with the changes from the original
patent text.

If the patent expires during the ex parte reexamina
tion procedure and the patent claims have been
amended in that ex parte reexamination proceeding,
the Office will hold the amendments as being
improper and all subsequent reexamination will be on
the basis of the unamended patent claims. This proce
dure is necessary since no amendments will be incor
porated into the patent by certificate after the
expiration ofthe patent.

For clerical handling of amendments, see MPEP
§ 2270.

As to amendments in a merged proceeding, see
MPEP§ 2283 and § 2285.

For handling a dependent claim in reexamination
proceedings, see MPEP § 2260.01.
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2250.01 Correction of Patent Drawings

37 CFR 1.530. Statement by patent owner in ex parte
reexamination; amendment by patent owner in' ex parte or
inter partes reexamination; inventorship change in ex parte
or inter partes reexamination.

*****
(d) Making amendments in a reexamination. proceeding. A

proposed amendment in anex parte or an inter partes reexamina
tion proceeding is made by filing a paper directing that proposed
specified changes be 'made to the' patent specification, including
the claims, or to the drawings. An amendment paper directing that
proposed specified changes be made in a reexamination proceed
ing may be submitted as _an accompaniment to a request filed ?y
the patent owner in accordance with § 1.51O(e),as partof a pate?t
owner statement in accordance with paragraph (b) of this section,
or, where permitted, during the prosecution ofthe reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

*****

(3) Drawings. Any change to the patent drawings must be
submitted as' a sketch on a separate paper showing the proposed
changes in red for approval by the examiner. Upon approval of the
changes by the examiner, only new sheetsof drawings 'including
the changes and in-compliance with § L84 must be filed.
Amended figures must be identified as, "Amended," and any
added figure must ,b~ identified as "New." In the event a figure is
canceled, the figure must be surrounded by brackets and identified
as "Canceled."

*****

In the reexamination proceeding, the copy of the
patent drawings submitted pursuant to 37 CFR
1.51O(b)(4) will be nsed for reexamination purposes,
provided no change whatsoeveris made to the draw
ings. If there is to be ANY change in the drawings, a
new sheet of drawings for each sheet changed must be
submitted. The change may NOT be made on the
original patent drawings;

37 CFR 1.530(d)(3) sets forth the manner of
making amendments to the drawings. Amendments to
the original patent drawing sheets are not permitted,
and any change to the patent drawings mustbe in the
form of a new sheet of drawings for each drawing
sheet that is changed. Any amended figure(s) must be
identified as "Amended" and any added figurers)
must be identified as "New." In the event a figure is
canceled, the figure must be surrounded by brackets
and identified as "Canceled."

Where the patent owner wishes to change/amend
the drawings, the patent owner should submit a sketch
in permanent ink showing proposed change(s)/

amendment(s) in red, for approval by the examiner.
The submitted sketch should be presented as a sepa
rate paper, and it Will be made part of the record.
Once the sketch is approved, sheets of substitute for
mal drawings must be submitted for each drawing
sheet that is to be changed/amended. After receiving
the new sheets of drawings from the patent owner, the
examiner may have the draftsperson review the new
sheets of drawings if the examiner would like the
draftsperson's assistance in identifying errors in the
drawings. If a draftsperson reviews the drawings, and
finds the drawings to be unacceptable, the draftsper
son should complete a PTO-948 for the examiner to
include with the next Office action. A draftsperson's
"stamp" to indicate approval is no longer required on
patent drawings, and these stamps are no longer to be
used by draftspersons. The new sheets of drawings
should be entered in the reexamination file.

2250.02 Correction of Inventorship

37 CFR 1.530. Statement by patent owner in ex parte
reexamination; amendment by patent owner in eX parte or
inter partes reexamination; inventorship change in ex parte
or inter partes reexamination.

*****

(l)Correction of inventorship in an ex parte or inter partes
reexamination proceeding.

(1) When it appears in a patent being reexamined that the
correct inventor or inventors were not named through error with
out deceptive intention on the part of the actual inventor or inven
tors, the Commissioner may, on petition of all the parties set forth
in § 1.324(b)(1)-(3), including the assignees. and satisfaclory
proof of the facts and payment of the fee set forth in § I.20(b), or
on order of a court before which such matter is called in question,
include in the reexamination certificate to be issued under § 1.570
or § 1.977 an amendment naming only the actual 'inventor or
inventors.The petition must be submitted as part of the reexami
nation proceeding and must satisfy the requirements of§ 1.324.

(2) Notwithstanding the preceding paragraph (1)(1) of
this section, if'a petition to correct inventorship satisfying the
requirements of § 1.324 is filed in a reexamination proceeding,
and the reexamination proceeding is, terminated other than, by a
reexamination certificate under § 1.570 or § 1.977, a certificate of
correction indicating the change of inventorship stated in the peti
tion will be issued upon request by the patentee.

Where the inventorship of a patent being reexam
ined is to be corrected, a petition for correction of
inventorship which complies with 37 CFR 1.324
must be submitted during the prosecution of the reex
amination proceeding. See 37 CFR 1.530(1)(1). If the
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petition under 37 CPR 1.324 is granted, a certificate
of correction indicating the change of inventorship
will not be issued, because the reexamination certifi
cate that will ultimately issue will contain the appro
priate change of inventorship information. The
certificate of correction is in effect merged with the
reexamination certificate.

In some instances, the reexamination proceeding
terminates but does not result in a reexamination cer
tificate under 37 CPR 1.570, e.g., reexamination is
vacated, or the order for reexamination is denied. In
those instances, patent owner may, after the termina
tion of the reexamination proceeding, request that the
inventorship be corrected by a certificate of correction
indicating the change of inventorship. See 37 CPR
1.530(1)(2).Alternatively, the failure to name the cor
rect inventive entity is an error in the patent which is
correctable by reissue under 35 U.S.C. 251. See
MPBP § 1412.04 for a discussion of when correction
of inventorship by reissue is appropriate.

2251 Reply by Third Party Requester

37 CFR 1.535. Reply by third party requester in ex parte
reexamination.

A reply to the patent owner's statement under § 1.530 may be
filed by the ex parte reexamination requester within two months
from the date of service of the patent owner's statement. Any
reply by the ex parte requester must be served upon the patent
owner in accordance with § 1.248. If the patent owner does not
file a statement under § 1.530, no reply or other submission from
the ex parte reexamination requester will be considered.

If the patent owner files a statement in a timely
manner, the third party requester is given a period of
2 months from the date of service to reply. Since the
statute, 35 U.S.C 304, provides this time period, there
will be no extensions of time granted.

The reply need not be limited to the issues raised in
the statement. The reply may include additional prior
art patents and printed publications and may raise any
issue appropriate for reexamination.

If no statement is filed by the patent owner, no
reply is permitted from the third party requester.

The third party requester must serve a copy of the
reply on the patent owner. See MPBP § 2266.03 for
further discussion as to the third party requester pro
viding service on the patent owner.

The third party requester is not permitted to file any
further papers after his or her reply to the patent
owner's statement. Any further papers will not be

considered and will be returned to the requester. The
patent owner cannot file papers on behalf of the third
party requester and thereby circumvent the rules.

2252 Consideration of Statement
and Reply

37 CFR 1.540. Consideration of responses in ex parte
reexamination.

The. failure to timely file or serve the documents set forth in
§ 1.530 or in § 1.535 may result in their being refused consider
ation. No submissions other than the statement.pursuant to
§ 1.530 and the reply by the ex parte reexamination requester pur
suant to § 1.535 will be considered prior to examination.

Although 37 CPR 1.540 would appear to be discre
tionary in stating that late responses "may result in
their being refused consideration," patent owners and
requesters can expect consideration to be refused if
the statement and/or reply is not timely filed. 37 CPR
1.540 restricts the number and kind of submissions to
be considered prior to examination to those expressly
provided for in 37 CPR 1.530 and 37 CPR 1.535.
Untimely submissions will ordinarily not be consid
ered. Untimely submissions, other than untimely
papers filed by the patent owner after the period set
for response, will not be placed of record in the reex
amination file but will be returned to the sender.

Papers filed in which no proof of service is
included and proof of service is required may be
denied consideration. Where no proof of service is
included, inquiry should be made of the sender by the
reexamination clerk as to whether service was in fact
made. If no service was made, the paper is placed in
the reexamination file but is not considered. See
MPBP § 2266.03 and § 2267.

2253 Consideration by Examiner

Once reexamination is ordered, any submissions
properly filed and served in accordance with 37 CPR
1.530 and 37 CPR 1.535 will be considered by the
examiner when preparing the first Office action.

With respect to consideration of any proposed
amendments to the specification, including claims,
made by the patent owner, the examiner will be
guided by the provisions of 37 CPR 1.530(d)-(j).
With respect to consideration of the patent owner's
statement, the examiner will be guided by 37 CPR
1.530(c).
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As to consideration of a reply by a third party
reqnester, the examiner will be guided by 37 CPR
1.535. If the reqnester's reply to the patent owner's
statement raises issues not previously presented, such
issues will be treated by the examiner in the Office
action if they are within the scope of reexamination.
However, if an issue presented by the reply is not
within the scope of reexamination, it should be treated
pursuant to 37 CPR 1.552(c).

For handling of new matter, see MPEP § 2270.

2254 Conduct of Reexamination
Proceedings

35 U.S. C. 305. Conduct of reexaminationproceedings.

. After the times for filing the statement and reply provided for
by section 304 of this title have expired, reexamination will be
conducted according .to the procedures established for initial
examination under the provisions of sections 132 and 133 of this
title. In any reexamination proceeding under this chapter, the
patent owner will be permitted to propose any amendment to his
patent and a new claim or claims thereto, in order to distinguish
the invention as claimed from the prior art cited under the provi
sions of section 301 of this title, or in response to a decision
adverse to the patentability of a claim of a patent. No proposed
amended or new claim enlarging the scope of a claim of the patent
will be permitted in a reexamination proceeding under this chap
ter. All reexamination proceedings under this section, including
any appeal to -the Board of Patent Appeals and Interferences, will
be conducted with special dispatch within the Office.

37 CFR 1.550. Conduct of ex parte reexamination
proceedings.

(a) All ex parte _reexamination proceedings, including any
appeals to the Board of Patent Appeals and Interferences, will be
conducted with special dispatch within the Office. After issuance
of the ex parte reexamination-order and expiration of the time for
submitting any responses, the examination will be conducted _in
accordance with §§ 1.104 through 1.116 and will result in the issu
ance of an ex parte reexamination certificate under § 1.570.

(b) The patent owner in an ex parte reexamination proceed
ing will be given at least thirty days to respond to any Office
action. In response to any rejection, such response may include
further statements andlor proposed amendments or new claims to
place the patent in a condition where all claims, if amended as
proposed, would be patentable.

(c) The time for taking any action by a patent owner in an ex
parte reexamination proceeding will be extended only for -suffi
cient cause and for a reasonable time specified. Any request for
such extension must.be filed on or before the day on which action
by the patent owner is due, but in no case will the mere filing of a
request effect any extension. See § 1.304(a) for extensions of time
for filing a notice of appeal to the u.S. Court of Appeals for the
Federal Circuit or for commencing a civil action.

(d) If the patent owner fails to file a timely and appropriate
response to any. Office action or any written statement of an inter
view _required under § 1.560(b), the ex parte reexamination pro
ceeding will be terminated, and the Commissioner will proceed to
issue a certificate under § 1.570 in accordance with the last action
of the Office.

(e) If a response by the patent owner is not timely filed in the
Office,

(1) The delay in filing such response may be excused if it
is shown to the satisfaction of the Commissioner that the delay
was unavoidable; _a petition to accept an _unavoidably delayed
response must be filed incompliance with § 1.137(a); or

(2) The response may nevertheless be accepted if the
delay was unintentional; a petition to accept an unintentionally
delayed response must be filed in compliance with§ 1.137(b).

(f)The reexamination requester will be sent copies of Office
actions issued 'during the ex parte reexamination proceeding.
After filing of a request for ex parte reexamination by a third party
requester, any document filed by either the patent owner or the
third party requester must be served on the other party in the reex
amination proceeding in the manner provided by § 1.248. The
document must reflect service or the document may be refused
consideration by the Office.

(g) The active participation of the ex parte reexamination
requester ends with the reply pursuant to § 1.535, and no further
submissions on behalf of the reexamination requester will be
acknowledged or considered. Further, no submissions on behalf of
any third parties will be ackriowledged or considered unless such
submissions are:

(1) in accordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date of the order
for ex parte reexamination pursuant to § 1.525.

(h) Submissions by third parties, filed after the date of the
order for ex parte reexamination pursuant to § 1.525, must meet
the requirements of and will be treated in accordance with
§ 1.501(a).

Once reexamination is ordered and the times for
submitting any responses to the order have expired,
no further active participation by a third party reex
amination requester is allowed, and no third party
submissions will be acknowledged or considered
unless they are in accordance with 37 CPR 1.510. The
reexamination proceedings will be ex parte, even if
ordered based on a request filed by a third party,
because this was the intention of the legislation. Ex
parte proceedings preclude the introduction of multi
ple arguments and issues by the third party requester
which are not within the intent of 35 U.S.C. 305
("reexamination will be conducted according to the
procedures established for initial examination under
the provisions of sections 132 and 133 of this title"),
and ex parte proceedings reduce possible harassment
of the patent owner.
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CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS 2257

The patent owner may not file papers on behalf of
the reqnester and thereby circumvent the intent of the
legislation and the rules. The Court of Appeals for the
Federal Circuit held in Emerson Elec. Co. v. Davoil,

Inc., 88 F.3d 1051, 39 USPQ2d 1474 (Fed. Cir. 1996)
that a federal district court does not have the authority
to order a patent owner to file papers prepared by a
third party in addition to the patent owner's own sub
mission in a patent reexamination proceeding. Such
papers prepared by the third party and filed by the
patent owner will not be entered, and the entire sub
mission will be returned to the patent owner as
an inappropriate response. See MPEP § 2266 and
§ 2267.

The examination will be conducted in accordance
with 37 CFR 1.104, 1.105, 1.110-1.113, and 1.116
(35 U.S.C. 132 and 133) and will result in the issu
ance of a reexamination certificate under 37 CPR
1.570. The proceeding shall be conducted with special
dispatch within the Office pursuant to 35 U.S.C. 305,
last sentence. A full search will not routinely be made
by the examiner. The third party reexamination
requester will be sent copies of Office actions and the
patent owner must serve responses on the requester.
Citations submitted in the patent file prior to issuance
of an order for reexamination will be considered by
the examiner during the reexamination. Reexamina
tion will proceed even if the copy of the order sent to
the patent owner is returned undelivered. The notice
under 37 CFR 1.11(c) is constructive notice to the
patent owner and lack of response from the patent
owner will not delay reexamination. See MPEP
§ 2230.

2255 Who Reexamines

The examination will ordinarily be conducted by
the same patent examiner in the Technology Center
who made the decision on whether the reexamination
request should be granted. See MPEP § 2236.

However, if a petition under 37 CPR 1.515(c) is
granted, the reexamination will normally be con
ducted by another examiner. See .MPEP § 2248.

2256 Prior Patents and Printed
Publications Considered by
Examiner in Reexamination

The primary source of prior art will be the patents
and printed publications cited in the request.

The examiner must also consider patents and
printed publications:

(A) cited by a reexamination requester under
37 CFR 1.510;

(B) cited in patent owner's statement under
37 CFR 1.530 or a requester's reply under 37 CPR
1.535 if they comply with 37 CFR 1.98;

(C) cited by patent owner under a duty of disclo
sure (37 CFR 1.555) in compliance with 37 CFR 1.98;

(D) discovered by the examiner in searching;
(E) of record in the patent file from earlier exami

nation; and
(F) of record in the patent file from any 37 CPR

1.501 submission prior to date of an order if it com
plies with 37 CFR 1.98.

The reexamination file must clearly indicate
which prior art patents and printed publications the
examiner has considered during the ex parte examina
tion of the reexamination proceeding.

2257 Listing of Prior Art

The examiner must list on a form PTO-892, if not
already listed on a form PTO-1449 or on a form PTOf
SBf42 (37 CFR 1.501 IDS in a Patent), all prior pat
ents or printed publications which have been prop
erly:

(A) cited by the reexamination requester in the
request under 37 CPR 1.510,

(B) cited by the patent owner in the statement
under 37 CFR 1.530 if the citation complies with
37 CFR 1.98,

(C) cited by the reexamination requester in the
reply under 37 CPR 1.535 if the citation complies
with 37 CFR 1.98, and

(D) cited by the patent owner under the duty of
disclosure requirements of 37 CPR 1.555 if the cita
tion complies with 37 CFR 1.98.

The examiner must also list on a form PTO-892, if
not already listed on a form PTO-1449 or on form
PTOfSBf42, all prior patents or printed publications
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2258 MANUAL OF PATENT EXAMINING PROCEDURE

which have been cited in the decision on the request,
or applied in making rejections or cited as being perti
nent during the reexamination proceedings. Snch
prior patents or printed publications may have come
to the examiner's attention because:

(A) they were of record in the patent file dne to a
prior art submission under 37 CPR 1.501 which was
received prior to the date of the order,

(B) they were of record in the patent file as result
of earlier examination proceedings, or

(C) they were discovered by the examiner during
a prior art search.

In instances where the examiner considers but does
not wish to cite documents of record in the patent file,
notations should be made in the reexamination file in
the manner set forth in MPEP § 719.05, item II.

All citations listed on form PTO-892 and all cita
tions not lined out on any form PTO-1449 and on any
form PTO/SB/42 will be printed on the reexamination
certificate under "References cited."

2258 ScopeofReexarnination

37 CFR 1.552. Scope of reexamination in ex parte
reexamination proceedings.

(a) Claims in an ex parte reexamination proceeding will be
examined on the basis of patents or printed publications and, with
respect to subject matter. added or deleted in the. reexamination
proceeding, on the basis of the requirements of 35 U.S.C. 112.

(b) Claims in an ex parte reexamination proceeding will not
be permitted to enlarge the scope of the claims of the patent.

(e) Issues other than those indicated in paragraphs (a) and
(b) of this section will not be resolved in a reexamination proceed
ing. If such issuesareraisedby the patent owner or third party
requester during a reexamination proceeding, the existence of
such issues will be noted.by the examiner in the"next Office
action, in which case the patent owner may consider the advisabil
ity of filing a reissue application to have such issues considered
and resolved,

The reexamination proceeding provides a complete
reexamination of the patent claims on the basis of
prior art patents and printed publications. Issues relat
ing to 35 U.S.c. 112 are addressed only with respect
to new claims or amendatory subject matter in the
specification, claims or drawings. Any new or
amended claims are examined to ensure that the scope
of the original patent claims is not enlarged, i.e.,
broadened. See 35 U.S.C. 305.

I. PRIOR PATENTS OR PRINTEDPUBLI
CATIONS

Rejections on prior art in reexamination proceed
ings may only be made on the basis of prior patents or
printed publications. Prior art rejections may be based
upon the following portions of 35 U.S.c. 102:

"(a) , .. 'patented or described in 'a printed publication in
this or 'a foreign. country, before, the invention thereof,by
the applicant for patent, or"
"(b) the invention was patented or described in a printed
publication in this or a'foreign country ... more than one
year prior to the date of the application for patent in the
United States, or"

*****

"(d) the invention was first patented or caused to be pat
ented, or was the subject of an inventor's certificate, by
the applicant or his legal representatives or 'assigns in a
foreign, country prior to the date of the application for
patent in this country on an application for patent or
inventor's certificate filed more than twelve months
before the filing of the application in the United States,
or"

','(e) the invention was described in-c-

(l)an application for patent, published under section
122(b), by another filed in the United States before the
invention by the applicant for patent, except that an interna
tional application filed under the, treaty. defined in section
351(a) shall have the effect under this subsection of a
national' application published under section 122(b) only if
the international application designating the United States
was published under Article 21(2)(a) of such treaty in the
English language; or

(2) a patent granted on an application for patent by
another filed in the United States before the invention by the
applicant for patent" except that a patentshall not be deemed
filed in the United States for the purposes of this subsection
based on the filing of an international application filed
under the treaty defined in section 351(a); or"
"(f) he did not himself invent the subject matter sought to
be patented, or"

"(g)( 1) during the course of an interference conducted
under section 135 or section 291, another inventor
involved therein establishes, to' the extent permitted in
section 104, that before such person's invention thereof
the invention was made; by such other inventor and not
abandoned, suppressed, or concealed, or (2) before such
person's invention thereof, the invention was made in this
country by another inventor who,had not abandoned, sup
pressed, or conc.eal:d it. In determiningpriority:of inven
tion under this subsection, there shall be considered not
only the respective dates' of conception and reduction .to
practice of the invention, but _al~o the reasonable diligence
of one who' was first to conceive and last to reduce to
practice, from a time prior to conception by the other."
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Rejections made under 35 U.S.C. 102(f) or (g)
based on the prior invention of another must be dis
closed in a patent or printed publication. Similarly,
substantial new grounds of patentability may also be
made under 35 U.S.c. 103 which are based on the
above indicated portions of 35 U.S.C. 102.

A substantial new question of patentability may
be found under 35 U.S.C. 102(f) or (g)/l03 based on
the prior invention of another disclosed in a patent or
printed publication, if there was no common owner
ship at the time the claimed invention was made. See
MPEP § 706.02(1). See MPEP § 706.02(1)(1) for
information pertaining to references which qualify as
prior art under 35 U.S.c. 102(e)/103.

A. Previously Considered Prior Art Patents or
Printed Publications

After reexamination is ordered based on a proper
substantial new question of patentability, a ground of
rejection based wholly on prior art previously consid
ered by the Office (in an earlier examination of the
patent) may not be raised by the examiner. In re Rec
reative Technologies, 83 F.3d 1394, 38 USPQ2d 1776
(Fed. Cir. 1996). In deciding whether to make a rejec
tion of the claims, the consideration to be given to
prior art patents or printed publications cited in an
earlier examination is controlled by In re Portola
Packaging Inc., 110 F.3d 786,42 USPQ2d 1295 (Fed.
Cir. 1997).

See the guidelines for compliance with the Portola
Packaging decision in MPEP § 2242. Note also In re
Hiniker Co., 150 F.3d 1362, 1367, 47 USPQ2d
1523,1527 (Fed. Cir. 1998)(court held the reexamina
tion proceeding was supported by a substantial new
question of patentability where the rejection before
the court was based on a combination of art that had
been before the examiner during the original prosecu
tiou, and art uew1y cited duriug the reexamination
proceediug.) The court further stated that any error in
the Commissioner's authority to institute a reexami
uation was "washed clean" duriug the reexamination
procedure.

B. Matters Other Than Patents or Printed Publi
cations

Rejectious will not be based on matters other than
pateuts or printed publications, such as public use or
sale, inventorship, 35 U.S.c. 101, fraud, etc. In this

regard, see In re Lanham, 1 USPQ2d 1877 (Comm'r
Pat. 1986), and Stewart Systems v. Comm'r ofPatents
and Trademarks, 1 USPQ2d 1879 (E.D. Va. 1986). A
rejection on prior public use or sale, insufficiency of
disclosure, etc., cannot be made even if it relies on a
prior patentor priuted publication. Prior patents or
printed publicatious must be applied under an appro
priate portion of 35 U.S.C. 102 and/or 103 when mak
ing a rejectiou.

C. Intervening Patents or Printed Publications

Rejections may be made in reexaminatiou proceed
ings based on intervening patents or printed publica
tions where the patent claims under reexamination are
entitled only to the filing date of the patent and are not
supported by an earlier foreign or United States patent
application whose filing date is claimed. For example,
under 35 U.S.C. 120, the effective date of these claims
would be the filing date of the application which
resulted in the patent. Intervening patents or printed
publications are available as prior art under In re Rus
cetta, 255 F.2d 687,118 USPQ 101 (CCPA 1958), and
In re van Langehoven, 458 F.2d 132, 173 USPQ 426
(CCPA 1972). See also MPEP § 201.11.

D. Double Patenting

Double patenting is normally proper for consider
ation in reexamination. See In re Lanardo, 119 F.3d
960, 43USPQ2d 1262 (Fed. Cir, 1997). In Lonardo,
the Federal Circuit reviewed and interpreted the lan
guage of 35 U.S.C. 303 and stated that:

Since the statute in other places refers to prior art in rela
tion to reexamination, see id., it seems apparent that Con
gress intended that the phrases 'patents and publications'
and 'other .patents or printed publications'in section
303(a) not be limited to prior art patents or printed publi
cations... . Finally, it is reasonable to conclude that Con
gress intended to include double patenting over a prior
patent as a basis for reexamination because maintenance
of a patent that creates double patenting is as much of an
imposition on the public. as.maintenance of patent that is
unpatentable over prior art. Thus, we conclude. that the
PTO was authorized during reexamination to consider the
question of double patenting based upon the '762 patent.

In re Lonardo, 119 F.3d at 966, 43 USPQ2d at 1266.
Accordingly, the issue of double pateutiug is appro
priate for consideratiou in reexaminatiou, both as a
basis for ordering reexamiuation and duriug subse
quent examinatiou ou the merits. The issue of double
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patenting is to be considered by the examiner when
making the decision on the request for reexamination.
The examiner should determine whether the issue of
double patenting raises a substantial new question of
patentability. The issue of double patenting is also to
be considered during the examination stage of reex
amination proceeding. In the examination stage, the
examiner should determine whether a rejection based
on double patenting is appropriate.

See also Ex parte Obiaya, 227 USPQ 58, 60 (Bd.
Pat. App. & Inter. 1985) C'Dcuble patenting rejections
are analogous to rejections under 35 U.S.C. 103 and
depend on the presence of a prior patent as the basis
for the rejection").

As is the case for an application, a judicially cre
ated double patenting rejection (made in a reexamina
tion) can be overcome by the filing .of a terminal
disclaimer in accordance with 37 CFR1.321(c).
Where a terminal disclaimer is.submitted in a reexam
ination proceeding, form paragraph 14.23.01 should
be used if the terminal. disclaimer is proper. If the ter
minal disclaimer is not proper, form paragraph 14.25
should be used, and one or more of the appropriate
form paragraphs 14.26 to 14.32 must follow form
paragraph 14.25 to indicate why the terminal dis
claimer is not accepted. See also MPEP § 1490.

E. Affidavits or Declarations

Affidavits or declarations which explain the con
tents or pertinent dates of prior patents or printed pub
lications in more detail may be considered in
reexamination, bnt any rejection must be based upon
the prior patents or printed publications as explained
by the affidavits or declarations. The rejection in such
circumstances cannot be based on the affidavits or
declarations as such, but must be based on the prior
patents orprinted publications.

F. Admissions; Use ofAdmissions

1. Initial Reexamination Determination and
Order

The consideration under 35 U.S.C. 303 of a request
for reexamination is limited to prior art patents and
printed publications. See Ex parte McGaughey,
6 USPQ2d 1334, 1337 (Bd. Pat. App. & Inter. 1988).
Thus an admission, per se, may not be the basis for
establishing a substantial new question of patentabil-

ity. However, an admission by the patent owner of
record in the file or in a court record may be utilized
in combination with a patent or printed publication.

2. Reexamination Ordered, Examination on the
Merits

After reexamination has been ordered, the exami
nation on the merits is dictated by 35 U.S.C. 305, see
Ex parte McGaughey, 6 USPQ2d 1334, 1337 (Bd.
Pat. App. & Inter. 1988).

Admissions by the patent owner in the record as to
matters affecting patentability may be utilized' in a
reexamination proceeding; See 37 CFR 1.104(c)(3).

37 CFR 1.104(c)(3) provides that admissions by the
patentowners as to matters affecting patentability
may be utilized in a reexamination proceeding. The
Supreme Court when discussing 35 U.S.C. 103 in
Graham v. John Deere co.. 383 U.S. 6, 148 USPQ
459 (1966) stated, inter alia, "the scope and content
of the prior art are to be determined." Accordingly, a
proper evaluation of the scope and content of the prior
art in determining obviousness would require a utili
zation of any "admission" by the patent owner which
can be used to interpret or modify a patent or printed
publication applied in a reexamination proceeding.
This is true whether such admission results from a
patent or printed publication or from some other
source. An admission as to what is in the prior art is
simply that, an admission, and requires no indepen
dent proof. It is an acknowledged, declared, conceded,
or recognized fact or truth, Ex parte McGaughey,
6 USPQ2d 1334, 1337 (Ed. Pat. App. & Inter. 1988).
While the scope and content of the admission may
sometimes have to be determined, this can be done
from the record and from the paper file in the same
manner as with patents and printed publications. To
ignore an admission by the patent owner, from any
source, and not use the admission as part of the prior
art in conjunction with patents and printed publica
tions in reexamination would make it impossible for
the examiner to properly determine the scope and
content of the prior art as required by Graham, supra.

The Board of Appeals upheld the use of~ admis
sion in a reexamination proceeding in Ex parte Seiko
Koko Kabushiki Kaisha, 225 USPQ 1260 (Bd. Pat.
App. & Inter. 1984), Ex parte Kimbell, 226 USPQ 688
(Bd. Pat. App, & Inter. 1985) and in Ex parte
McGaughey, 6 USPQ2d 1334 (Bd. Pat. App. & Inter.
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1988). In Seiko, the Board relied on In re Nomiya,
509 F.2d 566, 184 USPQ 607 (CCPA 1975) holding
an admission of prior art in the specification of the
parent undergoing reexamination is considered prior
art which may be considered as evidence of obvious
ness under 35 U.S.c. 103. In Kimbell, the Board
referred to the patent specification and noted the
admission by appellant that an explosion-proof hous
ing was well known at the time of the invention. In Ex
parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. Pat.
App. & Int. 1988), the Board held that any equivocal
admission relating to prior art is a fact which is part of
the scope and content of the prior art and that prior art
admissions established in the record are to be consid
ered in reexamination. An admission from any source
can be nsed with respect to interpreting or modifying
a prior art patent or printed publication, in a reexami
nation proceeding. The Board expressly overruled the
prior Board decision in Ex parte Horton, 226 USPQ
697 (Bd. Pat. App. & Inter. 1985) which held that
admissions which are used as a basis for a rejection in
reexamination must relate to patents and printed pub
lications.

The admission can reside in the patent file (made of
record during the prosecution of the patent applica
tion) or may be presented during the pendency of the
reexamination proceeding or in litigation. Admis
sions by the patent owner as to any matter affecting
patentability may be utilized to determine the scope
and content of the prior art in conjunction with patents
and printed publications in a prior art rejection,
whether such admissions result from patents or
printed publications or from some other source. An
admission relating to any prior art (e.g., on sale, pub
lic use) established in the record or in court may be
used by the examiner in combination with patents or
printed publications in a reexamination proceeding.
Any admission submitted by the patent owner is
proper. A third party, however, may not snbmit admis
sions of the patent owner made outside the record.
Such a submission would be outside the scope of
reexamination.

G Claim Interpretation and Treatment

Original patent claims will be examined only on the
basis of prior art patents or printed publications
applied under the appropriate parts of 35 U.S.C. 102

and 103. See MPEP § 2217. During reexamination,
claims are given the broadest reasonable interpreta
tion consistent with the specification and limitations
in the specification are not read into the claims (In re
Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir.
1984)). In a reexamination proceeding involving
claims of an expired patent, which are not subject to
amendment, a policy of narrow constrnction shonld
be applied. Such a policy favors a construction of a
patent claim that will render it valid; i.e., a narrow
construction, over a broad construction that would
render it invalid. See In re Papst-Motoren, 1 USPQ2d
1659 (Bd. Pat. App. & Inter. 1986). The statutory pre
sumption of validity, 35 U.S.C. 282, has no applica
tion in reexamination (In re Etter, 756 F.2d 852, 225
USPQ 1 (Fed. Cir. 1985)).

II. COMPLIANCE WITH 35 U.S.C. 112

Where new claims are presented or where any part
of the disclosure is amended, the claims of the reex
amination proceeding, are to be examined for compli
ance with 35 U.S.C. 112. Consideration of 35 U.S.C.
112 issues should, however, be limited to the amenda
tory (e.g., new language) matter. For example, a claim
which is amended or a new claim which is presented
containing a limitation not found in the original patent
claim should be considered for compliance under
35 U.S.c. 112 only with respect to that limitation. To
go further wonld be inconsistent with the statute to the
extent that 35 U.S.C. 112 issues would be raised as to
matter in the original patent claim. Thus, a term in a
patent claim which the examiner might deem to be too
broad cannot be considered as too broad in a new or
amended claim unless the amendatory matter in the
new or amended claim creates the issue.

A. 35 U.S.c. 112 Issues To Be Considered

Compliance of new or amended claims with the
enablement and/or description requirements of the
first paragraph of 35 U.S.C. 112 should be considered
as to the amendatory and new text in the reexamina
tion proceeding. Likewise, the examiner should deter
mine whether the new or amended claims comply
with the second paragraph of 35 U.S.C. 112. MPEP
§ 2163 - § 2173.05(v) provide extensive guidance as
to these matters.

2200-69 August 2001



2258 MANUAL OF PATENT EXAMINING PROCEI)URE

B. New Mauer

35 U.S.c.. 305 provides for examination under
35 U.S.c., 132, which prohibits the introduction of
new matter into the disclosure. Thus, the question of
new matter should be considered in a reexamination
proceeding. See MPEP § 2163.06 as tothe relation
ship of the written description requirement of the first
paragraph of 35 U.S.C. 112 and the new matter prohi
bition under 35 D.S.C. 132. Where the new matter is
added to the claims or affects claim limitations, the
claims should be rejected under 35 U.S.C. 112, first
paragraph, for failing to meet the written description
requirement.

If a claim is considered to be a broadening claim for
purposes of reissue, it is likewise considered to be a
broadening claim in reexamination.

B. Amendment ofthe Specification

Where the specification is amended in a reexamina
tion proceeding, the examiner should make certain
that the amendment to the specification does not
enlarge the scope of the claims of the patent. An
amendment to the specification can enlarge the scope
of the claims by redefining the scope of the terms in a
claim, even where the claims are not amended in any
respect.

C. Amendment ofthe Specification C. Rejection of Claims Where There Is Enlarge
ment

Where the specification is amended in a reexamina
tion proceediug,the examiner should make certain
that the requirements of 35 U.S.c. 112 are met. An
amendment to the specification can redefine the scope
of the terms in a claim such that the claim is no longer
clear or is not supportedby the specification, Thus, an
amendment to the specification can result in the fail
ure of the claims to comply with 35 U.S.c. 112, even
where the claims are not amended in any re~pect.

1lI. CLAIMS IN PROCEEDING MUST NOT
ENLARGE SCOPE OF THE CLAIMS OF
THE PATENT

'Where new or amended, claims are presented or
where any part of the disclosure is amended, the
claims of the reexamination proceeding should be
examined under 35 U.S.C. 305, to determine whether
they enlarge the scope of' the original claims.
35 U.S.C. 305 states that "no proposed amended or
new claim enlarging the scope of the claims of the
patent will be permitted in a reexamination proceed
ing...".

A. Criteria for Enlargement of the Scope of the
Claims

A claim presented in a reexamination proceeding
"enlarges the scope" of the claims of the patent being
reexamined where the claim is broader than each and
every claim of the patent. See MPEP § 1412.03 for
guidance as to when the presented claim is considered
to be a broadening claim as compared with the claims
of the patent, i.e., what is broadening and what is not.

Any claim in a reexamination proceeding which
enlarges the scope of the claims of the patent should
be rejected under 35 U.S.C. 305. Form paragraph
22.11 is to be employed in making the rejection.

'122.11 Rejection, 35 U.S.c. 305, Claim Enlarges Scope of
Patent

Claim [1] rejected under 35 U.S.C. 305 as enlarging the scope
of the claim(s) of the patent being reexamined. In 35 U.S.c. 305,
it is stated that "[njo proposed amended or new claim enlarging
the scope of a claim of the patent will be permitted in a reexami
nation proceeding...." A claim presented in a reexamination
"enlarges the scope" of. the patent clairn(s) where. the claim is
broader than any claim of the patent. A claim is broader in scope
than the original claims if it contains within its scope any conceiv
able .product or process which would not have infringed the origi
nalpatent. .A claim is broadened if it is broader ill any one respect,
even though it may be narrower in other respects.

[2]

Examiner Note:
The claim limitations which are considered to broaden the

scope should be identified and explained in bracket 2. See MPEP
§ 2258.

IV. OTHER MATTERS

Where some of the patent claims in a patent being
reexamined have been the subject of a prior Office or
court decision, see MPEP § 2242. Where other pro
ceedings involving the patent are copending with the
reexamination proceeding, see MPEP § 2282 
§ 2286.

Even when a request for reexamination does not
present a substantia] new question as to all claims,
each claim of the patent will be reexamined. The

August 2001 2200-70



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS 2258

resulting reexamination certificate will indicate the
status of all of the patent claims and any added patent
able claims.

Restrictiou requirements cannot be made in a reex
amination proceeding since no statutory basis exists
for restriction in a reexamination proceeding.

There are matters ancillary to reexamination which
are necessary and incident to patentability which will
be considered. Amendments may be made to the spec
ification to correct, for example, an inadvertent failure
to claim foreign priority or the continuing status of the
patent relative to a parent application if such correc
tion is necessary to overcome a reference applied
against a claim of the patent. No renewal of previ
ously made claims for foreign priority under
35 U.S.c. 119 or continuing status of the application
under 35 U.S.C. 120, is necessary during reexamina
tion. Correction of inventorship may also be made
during reexamination. See 37 CPR 1.324 and MPEP
§ 1481 for petition for correction of inventorship in a
patent. If a petition filed under 37 CFR 1.324 is
granted, a Certificate of Correction indicating the
change of inventorship will not be issued, because the
reexamination certificate that will ultimately issue
will contain the appropriate change-of-inventorship
information (i.e., the Certificate of Correction is in
effect merged with the.reexamination certificate).

Affidavits under 37 CFR 1.131 and 1.132 may be
utilized in a reexamination proceeding. Note, how
ever, that an affidavit under 37 CFR 1.131 may not be
used to "swear back" of a reference patent if the refer
ence patent is claiming the same invention as the
patent undergoing reexamination. In such a situation,
the patent owner may, if appropriate, seek to raise this
issue in an interference proceeding via an appropriate
reissue application if such a reissue application may
be filed.

Patent claims not subject to reexamination because
of their prior adjudication by a court should be identi
fied. See MPEP § 2242.

For handling a dependent claim in reexamination
proceedings, see MPEP § 2260.01. All added claims
will be examined.

Where grounds set forth in a prior Office or Federal
Court decision, which are not based on patents or
printed publications clearly raise questions as to the
validity of the claims, the examiner's Office action
should clearly state that the claims have not been

examined as to those grounds not based on patents or
printed publications stated in the prior decision. See
37 CFR 1.552(c). See In re Knight, 217 USPQ 294
(Comm'r Pat. 1982). All claims under reexamination
should, however, be reexamined, but only on the basis
of prior patents and printed publications.

If questions other than those indicated above (for
example, questions of patentability based on the pub
lic use or sale, fraud, abandonment under 35 U.S.C.
102(c), etc.) are discovered during a reexamination
proceeding, the existence of such questions will be
noted by the examiner in an Office action, in which
case the patent owner may desire to consider the
advisability of filing a reissue application to have
such questions considered and resolved. Such ques
tions could arise in a reexamination requester's
37 CFR 1.510 request or in a 37 CPR 1.535 reply by
the requester. Note form paragraph 22.03.

'f[ 22.03 Issue Not Within Scope ofReexamination
It is noted that an issue not within the scope of reexamination

proceedings has been raised .. [1]. The issue will not be consid
ered in a reexaminationproceeding. 37 CFR 1.552(c). While this
issue is. not within the scope of reexamination, the. patentee is
advised that it may be desirable to consider filing a reissue appli
cation provided that the patentee believes one or more claims to
be partially or wholly inoperative or invalid based upon the issue.

Examiner Note:
1. In bracket 1, identify the issues.
2. This paragraph may be used either when the request for reex
amination is based upon issues such as public use or sale, fraud, or
abandonment or the invention, or when questions are discovered
during a reexamination proceeding.

Where a request for reexamination is filed on a
patent after it has been reissued, reexamination will be
denied because the patent on which the request for
reexamination is based has been surrendered. Should
reexamination of the reissued patent be desired, a new
request for reexantination including, and based on, the
specification and claims of the reissue patent must be
filed.

Any amendment made by the patent owner to
accompany the initial reexamination request, or in
later prosecution of the reexamination proceeding,
should treat the changes made by the granted reissue
patent as the text of the patent, and all bracketing and
underlining made with respect to the patent as
changed by the reissue.

Where the reissue patent issues after the filing of a
request for reexamination, see MPEP § 2285.
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2259 Collateral Estoppel in
Reexamination Proceedings

MPEP§ 2242 and § 2286 relate to the Office policy
controlling the determination on a request for reexam
ination and the subsequent examination phase of the
reexamination where there has been a Federal Court
decision on the merits as to the patent for which reex
amination is requested. Since claims finally held
invalid by a Federal Court will be withdrawn from
consideration and not reexamined during a reexami
nation proceeding, a rejection on the grounds of col
lateral estoppel will not be appropriate in
reexamination.

2260 Office Actions

37 CFR 1.104. Nature ojexamination.

(a) Examiner's action.

(1) On taldngup an}p}Jlication for examination or a
patent in a reexamination proceeding, the examiner shall make a
th~rough study thereofand shall, make a thOf?11ghinvestigation ?f
the available prior art relating to- the subjectmatterof the claimed
invention. The examination shall be cOIllPlet~ with respect both to
compliance of the application or patent under reexamination, with
the applicable statutes and rules and to the patentability of the
invention as claimed, as well as with respect to matters of form,
unless otherwise indicated.

(2) The applicant, or,in the case of a reexamination pro~

ceeding, both the patent owner and the requester, will be notified
of the examiner's .action. The reasons for any adverse action or
any objection or requirement will be stated.in an Office action and
such information or references will be given as may be useful in
aiding the applicant, or in the case of a reexamination proceeding
the patent owner, to judge 'theproprietyof continuing the.prosecu
tion.

(3), An" international-type.' search will" be made in all
national applications filed on and after June 1, 1978.

(4) .Any national application may also have an intema
tional-type search report prepared thereon at the time of the
national examination on the merits, upon specific written request
therefor and payment of the international-type search report fee
set forth in § 1.21(e). The Patent and Trademark Office does not
require that a formal report of an international-type search be pre
pared in order to obtaina search fee refund in a later filed interna

tional, application.

(b) Completeness of examiner's action. The-examiner's
actionwill be complete as to all-matters, except that in appropriate
circumstances, such as misjoinder of invention, fundamental
defects in the application, and the like" the action of the examiner
may be limited to such matters before further action is made.
However, matters of form need not be raised by the examiner until
a claim is found allowable.

(c) Rejection of claims.

(1) If the invention is not: considered patentable, or not
considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) Inrejecting claims for wantof novelty or for obvious
ness.fhe examiner must cite the best references at his or her com
mand. When a reference is 'complex or shows or describes
inventions other.than that claimed by the applicant, the particular
part relied on must be designated as ,nearly as practicable. The
pertinence of each reference, if not apparent, must be clearly
explained and each rejected claim specified;

(3) In rejecting claims the examiner may-rely upon
admissions by the applicant, or the patent owner in a reexamina
tion proceeding, as to any matter affecting patentability and, inso
far as rejections in applications are concerned, may also rely upon
facts within his or her knowledge pursuant to paragraph (d)(2) of .
this section:

(4) Subject matter which is 'developed by another person
which qualifies as prior art only nnder 35 U.S.c. 102(e), (f) or (g)
maybe used as prior art under 35 U.S.C. 103 against a claimed
invention unless the entire rights to the subject matter, and the
claimed invention were commonly .owned by the same person or
organization or subject to an obligation of assignment to the same
person or organization attlie time the claimed' invention was
made.

(5) ThecIaims in any original application naming an
inventor will berejected as being precluded by a waiver in a pub
lished statutory invention registration naming that inventor if the
same subject matter is claimed in the application, and the statutory
invention registration. The claims in' any reissue applica~on nam
ing an inventor will be rejected as being precluded by a waiver in
a published statutoryinvention registration naming that inventor if
the reissue application seeks to claim subject matter:

(i). Which. was. not covered by claims issued in the
patent ,prior to the date ofpublication of the, statutory invention
registration; and

(ii) Which wasthe Same subject matterwaived in the
statutory invention registration.

(d)· Citation ofreferences.

(1) If domestic patents are cited by the examiner,their
numbers and.datea.end thenames of the patentees will be stated.
Ifdomestic patent application publications are cited by the exam
iner, their publication number, publication date, and the names of
the applicants will be stated. If foreign published applications or
patents are cited; their nationality or country, numbers anddates,
and the names of the patentees will be stated, and such other data
will be furnished as may be necessary to enable the applicant, or
in the case of a reexamination proceeding, the patent owner, to
identify 'the published applicationsOf 'patents cited. Inciting for~

eignpublished applications or patents, in case 'only a part of the
document is involved, the particular pages and sheets containing
the parts relied upon will be identified. If printed publications are
cited, the author (if any), title, date, pages or plates, and place of
publication, or place where a copy can be found, will be given.

(2) When a rejection in an application is based on facts
within: the personal knowledge of an employee .of the Office, the
data shall be as specific as possible; and the reference must be
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supported, when called for by the applicant, by the affidavit of
such employee, andsuch affidavitshallbe subjectto contradiction
or explanation by the affidavitsof the applicant andotherpersons.

(e) Reasons/or allowance. If the examinerbelieves thatthe
record of theprosecution as a wholedoesnotmakeclear his orher
reasons forallowing aclaimorclaims, theexaminermay set forth
such reasoning. The reasons shall be incorporated into an Office
action rejecting other claims of the application or patent under
reexamination or be the subject of a separate communication to
the applicant or patentowner. The applicant or patentowner may
file a statement commenting on the reasons for allowance within
such time as may be specified by the examiner. Failure by the
examiner to respond to any statement commenting on reasons for
allowance does notgive rise to anyimplication.

It is intended that the examiner's first ex parte
action on the merits be the primary action to establish
the issues which exist between the examiner and the
patent owner insofar as the patent is concerned. At the
time the first action is issued, the patent owner has
already been permitted to file a statement and an
amendment pursuant to 37 CFR 1.530; and the reex
amination requester, if the requester is not the patent
owner, has been permitted to reply thereto pursuant to
37 CFR 1.535. Thus, at this point, the issues should be
sufficiently focused to enable the examiner to make a
definitive first ex parte action on the merits which
should clearly establish the issues which exist
between the examiner and the patent owner insofar as
the patent is concerned. In view of the fact that the
examiner's first action will clearly establish the
issues, the first action should include a statement cau
tioning the patent owner that a complete response
should be made to the action since the next action is
expected to be a final action. The first action should
further caution the patent owner that the requirements
of37 CFR 1.Il6(b) will be strictly enforced after final
action and that any amendments after a final action
must include "a showing of good and sufficient rea
sons why they are necessary and were not earlier pre
sented" in order to be considered. The language of
form paragraph 22.04 is appropriate for inclusion in
the first Office action:

'If 22.04 Papers To Be Submitted in Response to Action

In order to ensure full consideration of any amendments, affi
davits or declarations, or other documents as evidence of patent
ability, such documents must be submitted in response to this
Office action. Submissions after the next Office action, which is
intended to be a finalaction, will be governed by therequirements
of 37 CFR 1.116, which will be strictly enforced.

2260.01 Dependent Claims

If a base patent claim has been rejected or canceled,
any claim which is directly or indirectly dependent
thereon should be confirmed or allowed if the depen
dent claim is otherwise allowable. The dependent
claim should not be objected to or rejected merely
because it depends on a rejected or canceled patent
claim. No requirement should be made for rewriting
the dependent claim in independent form. As the orig
inal patent claim numbers are not changed in a reex
amination proceeding, the content of the canceled
base claim wonld remain in the printed patent and
would be available to be read as a part of the con
firmed or allowed dependent claim.

If a new base claim (a base claim other than a base
claim appearing in the patent) has been canceled in a
reexamination proceeding, a claim which depends
thereon should be rejected as incomplete. If a new
base claim is rejected, a claim dependent thereon
should be objected to if it is otherwise patentable and
a requirement made for rewriting the dependent claim
in independent form.

2261 Special Status for Action

35 U.S.c. 305. Conduct of reexamination proceedings.

*****
All reexamination proceedings under this section, including

any appeal to the Board of Patent Appeals andInterferences, will
be conducted withspecialdispatch within theOffice.

In view of the requirement for "special dispatch,"
reexamination proceedings will be "special" through
out their pendency in the Office. The examiner's first
action on the merits should be completed within
1 month of the filing date of the requester's reply
(37 CFR 1.535), or within 1 month of the filing date
of the patent owner's statement (37 CFR 1.530) if
there is no requester other than the patent owner. If no
submissions are made under either 37 CFR 1.530 or
37 CFR 1.535, the first action on the merits should be
completed within 1 month of any due date for such
submission. Mailing of the first action should occur
within 6 WEEKS after the appropriate filing or due
date of any statement and any reply thereto.

Any cases involved in litigation, whether they
are reexamination proceedings or reissue
applications, will have priority over all other cases.
Reexamination proceedings not involved in litigation
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will have priority over all other cases except reexami
nations or reissues involved in litigation.

2262 Form and Content of Office Action

The examiner's first Office action will be a state
ment of the examiner's position and should be so
complete that the second Office action can properly
be made a final action. See MPEP § 2271:

All Office actions are to be written or dictated and
then typed. The first Office action must be sufficiently
detailed that tbe pertinency and manner of applying
the cited prior art to the claims is clearly set forth
therein. If the examiner concludes. in any Office
action that one or more of the claims are patentable
over the cited patents or printed publications, the
examiner should indicate why the claimts) is clearly
patentable in a manner similar to that used to indicate
reasons for allowance (MPEP § 1302.14). If the
record is clear why the claim(s) is/are clearly patent
able, the examiner may refer tothe particular portions
of the record which clearly establish the patentability
of the claim(s). The first action should also respond to
the substance of each argument raised by the patent

owner and requester pursuant to 37 CFR 1:510, 1:530,
and 1:535. If arguments are presented which are inap
propriate in reexamination, they should be treated in
accordance with 37 CFR 1:552(c). It is especially
important that the examiner's action in reexamination
be thorough and complete in view of the finality of a
reexamination proceeding and the patent owner's
inability to file a continuation proceeding.

Normally, the title will not need to be changed dur
ing reexamination. If a change of the title is necessary,
patent owner should be notified of the need to provide
an amendment changing the title as early as possible
in the prosecution as a part of an Office Action. If all
of the claims are found to be patentable and a Notice
of Iritent to Issue Reexamination Certificate has been
or is to be mailed, a change to the title of the invention
by the examiner may only be done by way of an
Examiner's Amendment. Changing the title and
merely initialing the change is NOT permitted in
reexamination.

A sample of a first Office action in a reexamination
proceeding is set forth below.
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~:(~iiili) UNITED STATES PATENT AND ThAoEMARK OFFIOE

~!l>""'''''/>~'5'

DO NOT USE IN PALM PRINTER

(THIRDPARTYREQUESTER'SCORRESPONDENCE ADDRESS)

Requester
12345 Anystreet Road
Anytown, VA 22222

COMMISSIONERF'OR ·PATENtS
UNITED STATES PATENT AND "TRADEMARK OFFICE

w..SHINOlON. D.C. 202.:31

WWW.USpto.gov

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATIONeONTROL NO. 901999,999.

PATENT NO. 9999999 .

ART UNIT 3725.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f» ..

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.04-01)
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Office Action in Ex Parte Reexamination

ccntrel Nc.
90/999,999

Examiner
Kenneth Schor

Patent Under Reexamination
9,999,999

Art Unit
3725

n The MAILING DATE of this communication appears on the cover sheet with the correspondence address -~

a~ Responsive to the communication(s) filed on 19 September 1999. bD This action is made FINAL.
cD A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutoryperiod for responseto this action is set to expire__ moritlus) from the mailing date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordancewith this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
If the period for response specified above is less than thirty (30) days, a responsewithin the statutoryminimum of thirty (30) days
will be consideredtimely.

Part I THE FOLLOWING ATIACHMENT(S) ARE PART OF THIS ACTION:

1.

2.

r8l Notice of ReferencesCited by Examiner, PTO-B92.

IS! InformationDisclosureStatement, PTO-1449.

3.

4.

o InterviewSummary,PTO-474.

o
Part II SUMMARY OF ACTION

(7a)0 approved (7b)0 disapproved.

Claims 4-6 are subject to reexamination.

Claims 1-3 are not subject to reexamination.

Claims__ have been canceledin the present reexamination proceeding.

Claims§ are patentableand/or confirmed.

Claims 4 and 6 are rejected.

Claims__are objected to.

The drawings,filed on__ are acceptable.

The proposed drawing correction,filed on__ has been

1a. 181
1b. 181
2. 0
3. 181
4. 181
5. 0
6.0
7. 0
B. 0 Acknowledgmentis made of the priority claim under 35 U.S.C. § 119(a)-(d)or (t).

a)D All b)D Some* c)O None of the certified copies have

10 beenreceived.

20 not been received.

3D been filed in ApplicationNo.__ .

40 been filed in reexamination ControlNo.__

50. been receivedby the InternationalBureau in PCTapplication No.__.

* See the attached detailed Office action for a list of the certifiedcopies not received.

9. 0 Since the proceeding appears to be in condition for issuanceof an ex parte reexamination certificate exceptfor formal
matters,prosecutionas to the merits is closed in accordancewith the practice under Ex parte Quayle, 1935 C.D.
11,4530.G.213.

10. 0 Other:

cc: Requester (if third party requester)
ill, patent and Trademail<.-Office

PTOL-466 (Rev. 04-01) OffIce Actionin Ex Parte Reexamination Part of Paper No.5
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Claims 1-3 of the Smith patent are not being reexamined in view of the

final decision in the ABC Corp. y. Smith, 9~9 USPQ2d 99 (Fed. Cir. 1999).

Claims 1-3 were held not valid by the court.

The following is a quotation of 35 U.S.C. 103 which forms the basis for

all obviousness rejections set forth in this Office action:

A patent may not be obtained though the invention is not identically

disclosed or described as set forth in section 102 of this title, if

the differences between the subject matter sought to be patented and

the prior art are such that the aub jeot; matter as a whole would have

been obvious 'a-t the time the invention was made to a person having

ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the in

vention was made.

Subject matter developed by another person, which qualifies as prior

art only under subsection (f) or (g) of section 102 of this title,

shall not preclude patentability under this section where the subject

matter and the claimed invention were, at the time the invention was

made, owned by the same person, or SUbject to an obligation of as

signment to the same person.

Claims 4 and 6 are rejected under 35 U.S.C. 103 as being unpatentable

over Berridge in view of McGee.

2262

Berridge teac1?-es extruding a chlorinated polymer using the same extru

sion structure reeited in Claims 4 and 6 of the Smith patent. However,

Berridge does not show supporting the extrusion barrel at 30 degrees to

the horizontal, using spring supports. McGee teaches spring supporting an

extrusion barrel at an angle of 25-35 degrees, in order to decrease im

perfections in extruded chlorinated polymers. It would have been obvious

to one of ordinary skill in the polymer extrusion art to support the

extrusion barrel of Berridge on springs and at an angle of 30 degrees

because McGee teaches this to be known in the polymer extrusion art for

decreasing imperfections in extruded chlorinated polymers.

Claim 5 is patentable over the prior art patents and printed publica

tions because of the specific extrusion die used with the Claim 4 spring

supported barrel. This serves to even further reduce imperfections in the

extruded chlorinated polymers and is not taught by the art of record,

alone or in combination.
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It is noted that an issue'not within the scope of reexamination pro
ceedings haa been raised. In the above-cited final Court decision, a
question is raised as to the possible public use of the invention of
Claim 6. This question was also raised by requester in the reply to the
owner's statement. The issue will not. be considered in a reexamination
proceeding (37 cn 1.552(c». While this issue is not within the scope of
reexamination, the patente!! is advised that it may be desirable to con
sider filing a reissue application provided that the patentee believes
one or IlIOre claims to be partially at wholly inoperative or invalid based
Qpon the issuE!.

Swiss Patent 80555 and the American Machinist article .~re cited to show
cutting and forming extruder apparatus somewhat silllilar to that claimed
in the Smith patent.

In order to ensure full consideration of any amendments ,affidavits , or
declarations, or other documents as evidence of patentability, such docu
ments IIIIW:. be submitted in response to this Office action. Submissions
after the next Office action, which is intended to be a final action,
will be governed by the requirements of 37 CFR 1.116 which will be
strictly enforced.

Any inquiry concerning this communication should be directed to Kenneth
Schor at telephone nwaber (703) 308-0000

lsi
Kenneth Schor
Primary Examiner, Technology Center 3700

Reviewed for procedure
MPEP S 2286

lsi

TC Director, TC 3700
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2263 Time for Response

A shortened statutory peri9d of2 mpl)ths will be set
for response to Office actions in reexaminations,
except where the reexamination results from a court
order or litigation is stayed for purposes ofreexami
nation, in which case. the shortened statutory period
will be set at I month. See MPEP § 2286. Note, how
ever, that this l-month policy does NOT apply to the
2-month period for the filing of a statement. Under
37 CPR 1.530, which 2-month period is set by 35
U.S.c. 304.

Where a reexamination proceedinghas been stayed
because of a copending reissue application, and the
reissue application is abandoned, all actions in the
reexamination after the stay has been removed will set
a l-month shortened statutory period unless a longer
period for response is clearly warranted by nature of
the examiner's action; see MPEP § 2285.

2264 Mailing of Office Action

Reexamination forms are structured' so that the
PALM printer can be used to print the identifying
information for the reexamination file and the mailing
address - usually the address of the patent owner's
legal representative. Where there is no legal represen
tative, the patent owner's address is printed. Only the
first patent owner's address is printedwhere there are
multiple patent owners. A transmittal form PTOL-465
is also provided for each patent owner in .addition to
the one named on the top of the Office action.

All actions in a third party requester reexamination
will have a copy mailed to the third party requester. A
transmittal form PTOL-465 must be used in providing
the third party requester with .a.copy of each Office
action.

A completed transmittal form PTOL-465will be
provided as needed for any third party requester and
additional patent owner (discussed above), and the
appropriate address will be entered on it. The number
of transmittal forms provides a ready reference for the
number of copies of each Office action to be made,
and the transmittal form permits use of the window
envelopes in mailing the copies of the action to parties
other than the patent owner.

When the requester is the patent owner, the notation
"No copies needed - Requester is Owner" will be
placed on the reexamination file. A blank transmittal

form having the control number written on it and
being marked "No copies needed - Requester is
Owner" could also be placed inside the reexamination
file to alert Office personnel and anyone else taking
part in the processing of the reexamination that no
additional copies are needed.

2265 Extension of Time

37 CFR 1.550. Conduct of ex parte reexamination
proceedings.

*****
(c) Thetime for taking any action by a patent owner inanex

parte reexamination proceeding will be extended only for suffi
cient cause and for a reasonable time specified. Any request for
suchextension must be filed on orbefore thedayon whichaction
by thepatent owneris due,butin no case will the mere filing of a
request effect any extension. See § 1.304(a)forextensionsof time
for filing a notice of appeal to the U.S. Conrt of Appeals for the
Federal Circuit orfor commencing a civil action.

*****

The provisions of 37 CPR 1.136 (a) and (b) are
NOT applicable to reexamination proceedings under
any circumstances. Public Law 97-247 amended
35 U.S.C. 41 to authorize the Commissioner to charge
fees for extensions of time to take action in an "appli
cation." A reexamination proceeding does not involve
an "application:" 37 CPR 1.136 authorizes extensions
of the time period only in an application in which an
applicant must respond or take action. There is neither
an "application," nor an "applicant" involved in a
reexamination proceeding.

An extension of time in a reexamination proceeding
is requested pursuant to 37 CFR 1.550(c). Accord
ingly,a request for an extension must be filed (1) on
or before the day on which action by the patent owner
is due and (2) must set forth sufficient reason for the
extension. Requests for an extension of time in a reex
amination proceeding will be considered only after
the decision to grant or deny reexamination is mailed.
Any request filed before that decision will be denied.

The certificate and the certificate of transmission
procedures (37 CFR 1.8) and the "Express Mail"
mailing procedure (37 CPR 1.10) may be used to file
a request for extension of time, as well as any other
paper in an existing reexamination proceeding (see
MPEP§2266).

With the exception of an automatic I-month exten
sion of time to take further action which will be

August2001 2200-80

-"~~~Afu:¥~" ".-:-:----~. -"--------- ------ -~.-------



CITATION OFPRIOR ART ANDEX PARTE REEXAMINATION OFPATENTS 2265

granted upon filing a first timely response to a final
Office action (see MPEP § 2272), all requests for
extensions of time to file a patent owner statement
under 37 CFR 1.530 or respond to any subsequent
Office action in a .reexamination proceeding must be
filed under 37 CPR 1.550(c) and will be decided by
the Director of the Technology Center (TC) conduct
ing the reexamination proceeding. These requests for
an extension of time will be granted only for sufficient.
cause and must be filed on or before the day on which
action by the patent owner is due. In no case will mere
filing of a request for extension of time automatically
effect any extension. Evaluation of whether sufficient
cause has been shown for an extension must be made
in the context of providing the patent owner with a
fair opportunity to present an argument against any
attack on the patent, and the requirement of the statute
(35 U.S.C. 305) that the proceedings be conducted
with special dispatch. In no case, except in the after
final practice noted above, will the mere filing of a
request effect any extension.

Any request for an extension of time in a reexami
nation proceeding must fully state the reasons there
for. All requests must be submitted in a separate paper
which will be forwarded to the TC Director for action.
A request for an extension of the time period to file a
petition from the denial of a request for reexamination
can only be entertained by filing a petition under
37 CFR 1.183 with appropriate fee to waive the time
provisions of 37 CPR 1.515(c). Since the reexamina
tion examination process is intended to be essentially
ex parte, the party requesting reexamination can.
anticipate that requests for an extension of time to file
a petition under 37 CPR 1.515(c) will be grantedonly
in extraordinary situations.

The time for filing a third party requester reply
under 37 CFR 1.535 to the patent owner's statement
cannot be extended under any circumstances. No
extensions will be permitted to the time for filing a
reply under 37 CPR 1.535 by the requester because
the 2-month period for filing the reply is a statutory
period. It should be noted that a statutory period for
response cannot be waived. See MPEP § 2251.

Ex parte prosecution will be conducted by initially
setting either a l-rnonth or a 2-month shortened
period for response, see MPEP § 2263. The patent
owner also will be given a 2-month statutory period
after the order for reexamination to file a statement.

See 37 CFR l.530(b). First requests for extensions of
these statutory time periods will be granted for suffi
cient cause, and for a reasonable time specified -t-r

usually I month. The reasons stated in the.request will
be evaluated by the TC Director, and the requests will
be favorably considered where there is a factual
accounting of reasonably diligent. behavior by all
those responsible for preparing a response within the
statutory time period. Second or subsequent requests
for extensions. of time or requests for more than
I month will be granted only in extraordinary situa
tions. Any request for an extension of time in a reex
amination proceeding to file a notice of appeal to the
Board of Patent Appeals and Interferences, a brief or
reply brief, Of a request for reconsideration or rehear
ing will be considered under the provisions of 37
CFR l.550(c). The time for filing the notice and rea
sons ofappeal to the U.S. Court of Appeals for the
Federal Circuit or for commencing a civil action will
be considered under the provisions of 37 CFR .1.304.

Form paragraph 22.04.01 may be used.to notify the
parties in a reexamination proceeding the extension of
time practice in reexamination.

'f{ 22.04.01 Extension of Time in Reexamination
Extensions of time under 37 CPR 1.136(a) will not be permit

ted in these proceedings' because the provisions of 37 CPR 1.136
apply only to "anapplicant" and not to parties in a reexamination
proceeding. Additionally, 35 U.S.C. 305 requires that reexamina
tion proceedings "will be conducted with special dispatch" (37
CFR 1.55(a»:Extensions oftime in ex parte reexamination pro:"
ceedings are provided for in 37 CFR 1.550(c).

FINAL ACTION - TIMEFOR RESPONSE

The. after-final practice in reexamination proceed
ings did not change on October I, 1982 (at which time
a change ,in practice was made for applications), and
the automatic extension of time policy for response to
a final rejection and associated practice are still in
effect in reexamination proceedings.

The filing of a timely first response to a final rejec
tion having a shortened statutory period for response
is construed as including a request to extend the short
ened statutory period for an additional month, which
will be granted even if previous extensions have been
granted, but in no case may the period for response
exceed 6 months from the date of the final action.
Even if previous extensions have been granted, the
primary examiner is authorized to grant the request
for extension of time which is implicit in the filing of
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a timely first responsetoa final rejection. It should be
noted that the filing of any timely first response to a
final rejection will be construed as including a request
to extend the shortened statutory period for an addi
tional month, even an informal response and even a
response that is not signed. An object of this practice
is to obviate the necessity for appeal merely to gain
time to consider the examiner's position in reply to an
amendment timely filed after final rejection. Accord
ingly, the shortened statutory period for response to a
final rejection to which a proposed first response has
been received will be extended I month. Note that the
Office policy of construing a response after final as
inherently including a request for a l-month extension
of .time applies only to the first response to the final
rejection.

It should be noted that the patent owner is entitled
to know the examiner's ruling on a timely response
filed after final rejection before being required to file
a notice of appeal. Notification of the examiner's rul
ing should reach the patent owner with sufficient time
for the patent owner to consider the ruling and act on
it.

Normally, examiners will complete a response to an
arriendment after final rejection within 5 days after
receipt thereof. In those situations where the advisory
action cannot be mailed in sufficient time for the
patent owner to consider the examiner's position with
respect to the amendment after final rejection (or
other patent owner paper) and act on it before termi
nation of the proceeding, the granting of additional
time to complete the response to the final rejection or
to take other appropriate action would be appropriate.
See Theodore Gro: & Sohne & Ernst Bechert Nadel
fabrik KG v. QUigg, 10 USPQ2d 1787 (D.D.C. 1988).
The additional time should be granted by the exam
iner, and the time granted should be set forth in the
advisory Office action. The advisory action form
(PTOL-467) states that "THE PERIOD FOR
RESPONSE IS EXTENDED TO RUN
MONTHS FROM THE DATE OF THE FINAL
REJECTION." The blank before "MONTHS" should
be filled in with an integer (2, 3, 4, 5, or 6); fractional
months should not be indicated. In no case can the
period for reply to the final rejection be extended to
exceed 6 months from the mailing date of the final
rejection. An appropriate response (e.g., a second or
subsequent amendment or a notice of appeal) must be

filed within the extended period for response. If
patent owner elects to file a second or subsequent
amendment, it must place the reexamination in condi
tion for allowance. If the amendment does not place
the reexamination in condition for allowance, the
reexamination proceeding will stand terminated under
37 CPR 1.550(d) unless an appropriate notice of
appeal was filed before the expiration of the response
period.

EXTENSIONS OF TIME TO SUBMIT AFFIDA
VITS AFTER FINAL REJECTION

Frequently, patent owners request an extension of
time, stating as a reason therefor that more time is
needed in which to submit an affidavit. When such a
request is filed after final rejection, the granting of the
request for extension of time is without prejudice to
the right of the examiner to question why the affidavit
is now necessary and why it was not earlier presented.
If the patent owner's showing is insnfficient, the
examiner may deny entry of the affidavit, notwith
standing the previous grant of an extension of time to
submit it. The grant of an extension of time in these
circumstances serves merely to keep the proceeding
from becoming terminated while allowing the patent
owner the opportunity to present the affidavit or to
take other appropriate action. Moreover, prosecution
of the reexamination to save it from termination must
include such timely, complete and proper action as
required by 37 CPR 1.113. The admission ofthe affi
davit for purposes other than allowance of the claims,
or the refusal to admit the affidavit, and any proceed
ings relative, thereto, shall not operate to save the pro
ceeding from termination.

Implicit in the above practice is the fact that affida
vits submitted after final rejection are subject to the
same treatment as amendments submitted after final
rejection. See In re Affidavit Filed After Final Rejec
tion, 152 USPQ 292, 1966 C.D. 53 (Comm'r Pat.
1966).

2266 Responses

37 CFR 1.111. Reply by applicant or patent owner to a
non-final Office action.

(a)(I) If the Office action after the first exantination (§ 1.104)
is adverse in any respect, the applicant or patent owner, if he or
she persists in his or her application for a patent or reexamination
proceeding, must reply and request reconsideration or further
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(b) The patent owner in an ex parte reexamination proceed
ing will be given at least thirty days to respond to any Office
action. In response-to any rejection, such-response may include
further statements and/or proposed amendments or new claims to
place the patent in a condition where all claims, if amended as
proposed, would be patentable.

(c) The time for taking any action by a patent owner in an ex
parte reexamination proceeding will be extended only for suffi
cient cause and for a reasonable time specified. Any request for
such extension must be filed on or before the day on which action
by the patent owner-is due, but in nOcase will the mere filing ofa

examination, with or withant amendment. See §§ 1.135 and 1.136
for time for reply to avoid abandonment.

(2) A second (or snbseqnent) snpplemental reply will be
entered unless disapproved by the Commissioner. A second (or
subsequent) supplemental replymay be disapproved if the second
(or subsequent) supplemental reply unduly interferes with an
Office action being prepared in response to -the previous reply.
Factors that will be considered in disapproving a second (or sub
sequent) supplemental reply include:

(i) The state of preparation _of an Office action
responsive to the previous reply as of the date of receipt (§ 1.6) of
the second (or subsequent) -supplemental reply by the Office; and

(ii) The nature of any changes to the specification or
claims that would-result froni entry of the second -(or subsequent)
snpplemental reply.

(b) In order to be entitled to reconsideration or further exam
ination, the applicant or patent owner must ,reply to the Office
action. The reply by the applicant _or patent .owner must be
reduced to a writing which distinctly and specifically points out
the supposed errors in the examiner's action and must reply to
every ground of objection and rejection in the prior Office action.
The reply must present arguments pointing out the specific dis
tinctions believed to render the claims, including-any newly pre R

sented claims, patentable over any applied references. If the reply
is __ with respect .to an application; a request may be :made that
objections or requirements.as to form notnecessary to further con
sideration of the claims be held in _abeyance until allowable sub
ject matter is indicated. 'The applicant's or -patent owner's reply
must appear throughout to be a bona fide attempt to advance the
application or the reexamination proceeding to final- action. -A
general allegation that fhe claims define a. patentable invention
without specifically pointing out how the language of the claims
patentably distinguishes them from the references does not com
ply with th~ requirements of this section.

(c) In amending in reply to a rejectionof claims in an appli
cation or patent under reexamination, the applicant or patent
owner must clearly point out the patentable novelty which he or
she thinks the claims present in view of the state of the art dis
closed by the references cited or the.objections made. The appli
cant or patent owner must also show how the amendments avoid
such references or objections.

37 CFR 1.550.
proceedings.

Conduct of ex parte reexamination

*****

requesteffect any extension. See § 1.304(a) for extensions of time
for filing a notice of appeal to the U.S. Court of Appeals forthe
Federal Circuit or for commencing a civil action.

(d) If the patent owner fails to file a timely and appropriate
response to any Office action or any written statement of an inter
view required under § 1.560(b), the ex parte reexamination pro
ceeding will be terminated, and the Commissioner will proceed to
issue a certificate under § 1.570 in accordance with the last action
of the Office.

(e) If a response by the patent owner is not timely filed in the
Office,

(1) The delay in filing such response may be excused if it
is- shown to -the satisfaction of the Commissioner that the delay
was unavoidable; a petition to accept an unavoidably delayed
response must be filed in compliance with § 1.137(a); or

(2) The response may nevertheless be accepted if the
delay was unintentional; a petition to accept_an unintentionally
delayed response mnst be filed in compliance with § 1.137(b).

(f) The reexamination requester will be sent copies of Office
actions issued during the ex parte -reexamination proceeding.
After filing of a request for ex parte reexamination by a third party
requester, any document filed by either the patent owner or the
third party requester must be served on the other party in the reex
amination proceeding in the manner provided by § 1.248. The
document must -reflect service or the document'may be refused
consideration by the Office.

(g) The active participation of the ex parte reexamination
requester ends with the reply pursuant to § 1.535, and no further
submissions on behalf of the reexamination requester will be:
acknowledged or considered. Further, no submissions on behalf of
any third parties will beacknowledged or considered unless such
submissions are:

(I) in accordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date of the order
for ex parte reexamination pursuant to § 1.525.

(h) Snbmissians by third parties, filed after the date of the
order for ex parte reexamination pursuant to § 1.525, must meet
the requirements of and will be treated in accordance with §
1.501(a).

The patent owner may not file papers on behalf of a
third party. 37 CPR 1.550(g). If a third party paper
accompanies, or is submitted as part of a timely filed
response, the response and third party paper are con"
sidered to be an improper submission under 37 CFR
1.550(g), and the entire submission shall be returned
to the patent owner since the Office will not determine
which portion of the submission is the third party
paper. The third party paper will not be considered.
The decision returning the improper response and the
third party paper should provide an appropriate exten
sion of time under 37 CFR 1.550(c) to refile the patent
owner response without the third party paper. See
MPEP § 2254 and § 2267.
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The certificate of mailing and certificate of trans
mission procedures (37 CFR 1.8), and the "Express
Mail" mailing procedure (37 CFR 1.10), may be used
to file any response in an existing reexamination pro
ceeding.

The patent owner is required to serve a copy of any
response made in the reexamination proceeding on the
third party requester. 37 CFR 1.550(f). See MPEP
§ 2266.03 as to service of patent owner responses to
an Office action.

The patent owner will normally be given a period
of 2 months to respond to the Office action. An exten
sion of time can be obtained only in accordance with
37 CFR 1.550(c). Note that 37 CFR 1.136 does not
apply in reexamination proceedings.

If the patent owner fails to file a timely and appro
priate response to any Office action, the reexamina
tion proceeding will be terminated, unless the
response is "not fully responsive" as defined in
MPEP § 2266.01 or is an "informal submission" as
defined in MPEP § 2266.02. After the proceeding is
terminated, the Commissioner will proceed to issue a
reexamination certificate.

2266.01 Submission Not Fully
Responsive to Non-Final
Office Action

A response by the patent owner will be considered
not fully responsive to a non-final Office action
where:

(A) a bona fide response to an examiner's non
final action is filed;

(B) before the expiration of the permissible
response period;

(C) but through an apparent oversight or inadvert
ence, some point necessary to a full response has been
omitted (i.e., some matter or compliance with some
requirement has been omitted).

Where patent owner's amendment or response
prior to final rejection is not fully responsive to an
Office action in a reexamination and meets all of (A)
through (C) above, the reexamination proceeding
should not be terminated; but, rather, a practice simi
lar to that of 37 CFR 1.135(c) (which is directed to
applications) may be followed. The examiner may

treat a patent owner submission which is not fully
responsive to a non-final Office action by:

(A) waiving the deficiencies (if not serious) in the
response and acting on the patent owner submission;

(B) accepting the amendment as a response to the
non-final Office action but notifying the patent owner
(via a new Office action setting a new time period for
response) that the omission must be supplied; or

(C) notifying the patent owner that the response
must be completed within the remaining period for
response to the non-final Office action (or within any
extension pursuant to 37 CFR 1.550(c» to avoid ter
mination of the proceeding under 37 CFR 1.550(d).
This third alternative should only be used in the very
unusual situation where there is sufficient time
remaining in the period for response (including exten
sions under 37 CPR 1.550(c», as is discussed below.

Where a patent owner submission responds to the
rejections, objections, or requirements in a non-final
Office action and is a bona fide attempt to advance the
reexamination proceeding to final action, but contains
a minor deficiency (e.g., fails to treat every rejection,
objection, or requirement), the examiner may simply
act on the amendment and issue a new (non-final or
final) Office action. The new Office action may sim
ply reiterate the rejection, objection, or requirement
not addressed by the patent owner submission or oth
erwise, indicate that such rejection, objection, or
requirement is no longer applicable. In the new
Office action, the examiner will identify the part of
the previous Office action which was not responded to
and make it clear what is needed. Obviously, this
course of action would not be appropriate in instances
in which a patent owner submission contains a serious
deficiency (e.g., the patent owner submission does not
appear to have been filed in response to the non-final
Office action).

In the usual situation, where the period for response
has expired or there is insufficient time remaining to
take corrective action before the expiration of the
period for response, and a patent owner submission is
not fully responsive to a non-final Office action, but is
a bona fide attempt to advance the proceeding to final
action, the patent owner should be given a new time
period for response. The patent owner must supply the
omission within the new time period for response (or
any extensions under 37 CFR 1.550(c) thereof) to
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avoid termination of the proceeding under 37 CFR
I.550(d). The patent owner may also file a further
response as permitted under 37 CFR 1.111. This is
analogous to 37 CFR 1.135(c) for an application.
Where such a bona fide response to a non-final Office
action is timely filed, but through an apparent over,
sight or inadvertence some point necessary to a com,
plete response has been omitted, the examiner, as
soon as he or she notes the omission, may issue a new
Office action requiring the patent owner to supply the
omission within a specified time period, usually
1 month.

Form paragraph 22.14 may be used where a bona
fide response is not entirely responsive to a non-final
Office action.

'f[ 22.14 Submission Not Fully Responsive to Non-Final
Office Action

The communication filed on [1] is not fully responsive to the
prior Office action. [2]. The response appears to be bonafide, but
through an apparent oversight or inadvertence, consideration of
some matter or compliance with some requirement has been omit
ted. Patent owner is required to deal with the omission to thereby
provide a full response to the prior Office action.

A shortened statutory period for response to this letter.isset to
expire ONE MONTH, or THIRTY DAYS, whichever is longer,
from the mailing date of this letter. If patent owner fails to timely
deal with the omission and thereby provide a fullresponse tothe
prior Office action, the presentreexamination proceeding will be
terminated. 37 CPR 1.550(d).

Examiner Note:
1. In bracket 2, the examiner should explain the nature of the
omitted point necessary to complete the response, i.e., what part
of the Office action was not responded to."Ihe examiner should
also make it clear what is needed to deal with the omitted point
2. This paragraph may be used for a patent owner communlca
tion that is not completely responsive to the outstanding (i.e.,
prior) Office action. See MPEP § 2266.01.
3. This practice does not apply where there has been a deliber
ate omission of some necessary part of a-complete response.
4. This paragraph is only used for a response made prior to final
rejection. After final rejection,an advisory Office uction .and
Form PIOL 467 shonld be used, and the patent owner informed of
any non-entry of the amendment.

In the very unusual situation where there is suffi
cient time remaining in the period for response
(including extensions under 37CFR 1.550(c», the
patent owner may simply be notified that the omission
must be supplied within the remaining time period for
response. This notification should be made, by tele
phone, and an interview summary record (see MPEP
§ 713.04) must be completed and entered into the file

of the reexamination proceeding to provide a record
of such notification. When notification by telephone
is not possible, the procedure set forth above should
be followed.

The practice of giving the patent owner a time
period to supply an omission in a bona fide response
(which is analogous to that set forth in 37 CFR
1.135(c) for an application) does not apply where
there .has been a deliberate omission of some neces
sary part of a complete response; rather, it. is applica
ble only when the missing matter or lack of
compliance is considered by the examiner as being.
"inadvertently omitted." Once an inadvertent omis
sion is brought to the attention ofthe patent owner, the
question of inadvertence no longer exists. Therefore, a
second Office action giving another new (1 month)
time period to supply the omission would not be
appropriate. However, .if patent owner's response. to
the notification of the omission raises a different issue
of a different inadvertently omitted matter, a second
Office action may be given.

This practice authorizes, but does not require, an
examiner to give the patent owner a new time period
to supply an omission. Thus, where the examiner con,
eludes that the patent owner is attempting to abuse the
practiceto obtain additional time for filing a response,
the practice should not be followed. If time still
remainsfor response, the examiner may telephone the
patent owner and inform the patent owner that the
response must be completed within the period for
response to the non-final Office action or within any
extension pursuant to 37 CFR 1.550(c) to avoid termi
nation of the reexamination proceeding.

The practice of giving the patent owner a time
period to supply an omission in a bonafide response
does not apply after a final Office action. If a bona
fide response to an examiner's action is filed after
final rejection (before the expiration of the permissi
ble response period), but through an apparent over,
sight or inadvertence, .some point necessary to fully
respond has been omitted, the examiner should not
issue (to the patent owner) a notice of failure to fully
respond. Rather, an advisory Office action (form
PTOLA67) should be issued with an explanation of
the omission. The time period set in the final rejection
continues to run and is extended by 1 month if the
response is the first response after the final rejection
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in accordance with the guidelines set forth in MPEP
§ 2265. See also MPEP§ 2272.

Amendments after final rejection are approved for
entry only if they place the proceeding in condition
for issuance of a reexamination certificate or in better
form for appeal. Otherwise, they are not approved for
entry. See MPEP §714.12 and § 714.13: Thus, an
amendment after final rejection should be denied
entry if some point necessary for a complete response
under 37 CFR 1.113 Was omitted. even where the
omission was through an apparent oversight or inad
vertence. Where a submission after final Office action
or appeal (e.g.• an amendment filed under 37 CFR
LI16) does not place the proceeding in condition for
issuance of a reexamination certificate, the period for
response continues to run until a response under
37 CFR LI13 (i.e., a Notice of Appeal or an amend
ment that places the proceeding in condition for issu
ance of a reexamination certificate) is filed. The
nature of the omission is immaterial. The examiner
cannot give the patent owner a time period to supply
the omission.

The examiner has the authority to enter the
response, withdraw the final Office action, and issue a
new Office action, which may be a final Office action,
if appropriate, or an action closing prosecution in an
otherwise allowable application under Ex parte
Quayle, 25 USPQ 74, 1935 C.D. 11 (Comm'r Pat.
1935), if appropriate. This course of action is within
the discretion of the examiner. However, the examiner
should recognize that substantial patent rights will be
at issue with no opportunity for the patent owner to
refile under 37 CFR 1.53(b) or 1.53(d) in order to
continue prosecutiou .nor to file a request for contin
ued examination under 37 CFR 1.114. Thus, where
the time has expired for response and the amendment
submitted would place the proceeding in condition for
issuance of a reexamination certificate except for an
omission through apparent oversight or inadvertence,
the examiner should follow this course of action.

2266.02 Examiner Issues Notice
of Defective Paper in
Reexamination

Even if the substance of a submission is complete,
the submission can still be defective, i.e., an "informal
submission." Defects in the submission can be, for
example:

(A) The paper filed does not include proof of ser
VIce;

(B) The paper filed is unsigned;
(C) The paper filed is signed by a person who is

not of record;
(D) The amendment filed by the patent owner

does not comply with 37 CFR 1.530(d)-G).

Where a submission made prior to final rejection
is defective (informal), form PTOL-475 is used to
provide notification of the defects present in the sub
mission. In many cases, it is only necessary to check
the appropriate box on the form and fill in the blanks.
However, if one of the entries on form PTOL-475
needs further clarification (such as the specifics of
why the amendment does not comply with 37 CFR
1.530(d)-U)), the additional information should be set
forth on a separate sheet of paper which is then
attached to the form.

The defects identified above as (A) through (D) are
specifically included in form PTOL-475. If the sub
mission contains a defect other than those specifically
included on the form, the "other" box on the form is to
be checked and the defect explained in the space pro
vided for the explanation. For example, a response
might be presented on easily erasable paper, and thus,
a new submission would be needed.

A l-month time period will be set in form PTOL
475 for correction of the defect(s). Extension of time
to correct the defect(s) may be requested under
37 CFR 1.550(c).

If a defective (informal) response to an examiner's
action is filed after final rejection (before the expira
tionof the permissible response period), the examiner
should not issue a form PTOL-475 notification to the
patent owner. Rather, an advisory Office action (form
PTOL-467) should be issued with an explanation of
the defect (informality). The time period set in the
final rejection continues to run and is extended by
1 month if the response is the first response after the
final rejection in accordance with the guidelines set
forth in MPEP § 2265. See also MPEP § 2272.

2266.03 Service of Papers

37 CFR 1.510. Requestfor ex parte reexamination.

*****
(b) Any request for reexamination mustinclude the follow

ing parts:
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*****

(5) A certification that a copy of the request filed by a per
son other than the patent owner has been served in its entirety on
the patent owner at the address as provided for in § 1.33(c). The
name and address of the party served must be indicated. Ifservice
was not possible, a duplicate copy must be supplied to the Office

*****
37 CFR 1.550. Conduct of ex parte reexamination
proceedings.

*****
(f) The reexamination requester will be sent copies of Office

actions issued .during the ex parte reexamination proceeding.
After filing of a request for ex parte reexamination by a third party
requester, any document filed by either the patent owner or the
third party requester must be served on the other party in the reex
amination proceeding in the manner provided by § ··1.248. The
document must reflect service or, the document may be refused
consideration by the Office.

(g) The active participation of the ex parte reexamination
requester ends with the reply pursuant to § 1.535, and no further
submissions, on behalf of the reexamination, requester will be
acknowledged or considered. Further, no submissions on behalf of
any third parties will be acknowledged or considered unless such
submissions are:

(I) in accordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date of the order
for ex parte reexamination pursuant to § 1.525;

(h) Snbmissions by third parties, filed after the date of the
order for ex parte reexamination pursuant to § 1.525, must meet
the requirements of and will be treated in accordance with
§ 1.501(a).

Any paper filed, i.e., any submission made, in a
third party requested reexamination by either the
patent owner or the third party requester, mnst be
served on every other party in the reexamination pro
ceeding.

As proof of service, the party submitting the paper
to the Office must attach a certificate of service to the
paper. It is required that the name and address of the
party served, and the method of service be set forth in
the certificate of service. Further, a copy of the certifi
cate of service must be attached with the copy of the
paper that is served on the other party.

Papers filed in which no proof of service is
included (where proof of service is required) may be
denied consideration. Where no proof of service is
inclnded, the reexamination clerk should immediately
contact the party making the submission by telephone
to see whether the indication of proof of service was

inadvertently omitted from the submission bnt there
was actual service.

If service was in fact made, the party making the
submission should be advised to submit a supplemen
tal paper indicating the manner and date of service.
The reexamination clerk should enter the submission
for consideration, and annotate the submission with:

"Service confirined by [name of person] on [date]"
If no service was made, or the party making the

submission cannot be contacted, the submission is
placed in the reexamination file and normally is not
considered. The reexamination clerk should enter the
submission on the contents of the file wrapper and
place an "(NIB)" next to it. The "(NIB)" can be
crossed through if the appropriate service is later
made. The submission itself shall be annotated with
"no service," which also can be crossed through if the
appropriate service is later made.

If the party making the submission cannot be con
tacted, a Notice of Defective Paper (PTOL-475), giv
ing 1 month to complete the paper, with a
supplemental paper indicating the manner and date of
service, will be mailed to the party.

If it is known that service of a submission was not
made, notice of the requirement for service of copy
is given(to the party that made the submission), and a
l-month period is set. Form paragraph 22.15 may be
nsed to give notice:

'Jl 22.15 Lack ofService - 37CFR 1.550(e)
The submission filed on [1] is defective because it appears 'that

the submission was not served on the [2]. After the filing of a
request for reexamination by a third party requester, any docu
ment filed by either the patent owner or the third party requester
must be served on the other party in the reexamination proceeding
in the manner provided in 37 CPR 1.248. See 37 CPR 1.550(1).

It is required that service of the submission be made, and a cer
tificate of service be provided to the Office within a shortened
statutory period of ONE MONTH or THIRTY DAYS, whichever
is longer, from the mailing date of this letter. If service of the sub
mission is not timely made, the submission may be denied consid
eration.

Examiner Note:
1. TIlls paragraph may be used where a submission to the
Office was not served as required in a third party requester reex
amination proceeding.
2. In bracket 2, insert --patent owner-- or --third party
requester--, whichever is appropriate.

The cover sheet to be used for mailing the notice
will be form PTOL-473.
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The failure of a party to serve the submission in
response to the notice will have the following conse
quences:

(A) For a patent owner statement or a third party
reply, the submission may be refused consideration by
the Office. Where consideration is refused, the sub
mission will not be addressed in the reexamination
proceeding other than to inform parties of the lack of
consideration thereof;

(B) For a patent owner response to an Office
action, the response may be refused consideration by
the Office. Where consideration of a response is
refused, the proceeding will be terminated in accor
dance with 37 CPR 1.550(d), unless the patent owner
has otherwise completely responded to the Office
action.

See MPEP § 2220 as to the initial third patty
request.

See MPEP § 2249 as to the patent owner state
ment.

See MPEP § 2251 as to third party reply.
See MPEP § 2266 as to patent owner responses to

an Office action.

2267 Handling of Inappropriate or
Untimely Filed Papers

The applicable regulations (37 CPR 1.501(a),
1.550(e)) provide that certain types of correspondence
will not be considered or acknowledged unless timely

received. Inevery case, a decision is required as to the
type of paper and whether it is timely.

The return of inappropriate submissions complies
with the regulations that certain papers will not be
considered and also reduces the amount of paper
which would ultimately have to be stored with the
patent ftle.

DISPOSITION OF PAPERS

Where papers are filed during reexamination pro
ceedings which are inappropriate because of some
defect, such papers will either be returned to the
sender or forwarded to one of three files, the "Reex
amination File," the "Patent File," or the "Storage
File." Any papers returned to thesender from a Tech
nology Center (TC) must be accompanied by a letter
indicating signature and approval of the TC Director.

The "Reexamination File" and the "Patent File"
will remain together in a central storage area prior to
the examiner taking up the case for a determination on
whether to reexamine. After the files have been for
warded to the examiner for the determination, the
"Patent File" will be maintained in the assigned
examiner's room until the reexamination proceeding
is terminated.

The "Storage Files" will be maintained separate
and apart from the other two files at a location
selected by the TC Director. For example, the TC
Director may want to locate the "Storage File" in a
central area in the TC as with the reexamination clerk
or in his or her room.
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TYPES OF PAPERS RETURNED WITH COM·
MISSIONER'S OR TC DIRECTOR'S AP·
PROVAL REQUIRED

Filed by
Owner

§ 1.530(a),
§ 1.540

§ 1.550(g)

Filed by
Requester

§ 1.535

§ 1.535,
§ 1.540

A. Premature Respouse by Owuer-

Where the pateut owuer is NOT
the requester, any response or
amendment filed by owner prior to
an order to reexamine is prema
ture and will be returned and will
not be considered.

B. Paper Submitted on Behalf of
Third Party -

Submission filed on behalf of a
third party will be returned and
will not be considered. Where
third party paper is submitted as
part of a patent owner response,
see MPEP § 2254 and § 2266.

A. No Statement Filed by Owner-

If a patent owner fails to file a
statement within the prescribed
limit, any reply by the requester is
inappropriate and will be returned
and will not be considered.

B. Late Response by Requester 

Any response subsequent to 2
months from the date of service of
the patent owner's statement will
be returned and will not be consid
ered.

2200-89

§ 1.550(g)

Filed by
Third Party

§ 1.501,
§ 1.565(a)

C. Additional Response by
Requester-

The active participation of the
reexamination requester ends with
the reply pursuant to § 1.535.
Any further submission on behalf
of requester will be returned and
will not be considered.

Unless a paper submitted by a
third party raises only issues
appropriate under 37 CPR 1.501,
or consists solely of a prior deci
sion on the patent by another
forum, e.g., a court (see MPEP §
2207, § 2282, and § 2286), it will
be returned to an identified third
party or destroyed if the submitter
is unidentified;
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TYPES OF DEFECTIVE PAPERS TO BE LO
CATED IN THE "REEXAMINATION FILE"

PAPERS LOCATED IN THE "STORAGE FILE"

*****

2268 Petition for Entry of Late Papers

Proper timely filed citations by third parties (i.e.,
filed prior to the order) are placed in the "Patent File."

35 U.S.c. 41. Patent fees; patent and trademark search
systems.

(a) The Director shall charge the following fees:

Citations by Third Parties

Submissions by third parties based
solely on prior art patents or publi
cations filed after the date ofthe
order to reexamine are not entered
into the patent file but delayed
until the reexamination proceed
ings have been terminated.

§ 1.501

§ 1.550(h)

(7) On filing each petition for the revival of an uninten
tionallyabandoned application for a patent, for theunintentionally
delayedpayment of the fee for issuingeachpatent, orfor anunin
tentionally delayed response by the patent owner in any reexami
nation proceeding, $1,210, unless the petition is filed under
section 133 or 151 of this title, in which case the fee shall be $110.

Papers filed by the patent owner in
which no proof of service on
requester is included and proof of
service is required may be denied
consideration.

Papers filed by owner which are
unsigned or signed by less than all
of the owners (no attorney of
record or acting in representative
capacity).

B. No Proof of Service -

A. Unsigned Papers -

C. Untimely Papers -

Where owner has filed a paper
which is untimely, that is, it was
filed after the period set for
response, the paper will not be
considered.

§ 1.248

§ 1.530(b),
§ 1.540

§ 1.33

Filed by
Owner

*****

Filed by
Reqnester

§ 1.51O(b)(5)
§ 1.33,
§ 1.248

A. Unsigned Papers -

Papers filed by requester which
are unsigned will not be consid
ered.

B. No Proof of Service -

Papers filed by requester in which
no proof of service on owner is
included and where proof of ser
vice is required may be denied
consideration.

35 u.s.c. 133. Time for prosecuting application.
Upon failure of the applicant to prosecute the application

within six monthsafter any action therein, of which notice has
been given or mailed to the applicant, or within such shorter time,
not less than thirty days, as fixed by the Director in such action,
the application shall be regarded as abandoned by the parties
thereto, unless it be shown to the satisfaction of the Director that
such delay was unavoidable.

37 CFR 1.137. Revival of abandoned application,
terminated reexamination proceeding, or lapsed patent.

(a) Unavoidable. If the delay in reply by applicant or patent
owner was unavoidable, a petition may be filed pursuant to this
paragraph to revive an abandoned application, a reexamination
proceeding terminated under §§ 1.550(d) or 1.957(b) or (c), or a
lapsed patent. A grantable petition pursuant to this paragraph must
be accompanied by:

(1) The reply required to the outstanding Office action or
notice, unless previously filed;

(2) The petition fee asset forth in § J.l7(l);
(3) A showing to the satisfaction of the Commissioner

that the entire delay in filing the required reply from the due date
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for the reply until the filing of a grantable petition pursuant to this
paragraph was unavoidable; and

(4) Any terminal disclaimer (and fee as set forth in
§ 1.20(d) required pursuant to paragraph (d) of this section.

(b) Unintentional. If the delay in reply by applicant or patent
owner was unintentional, a petition may be filed pursuant to this
paragraph to revive an abandoned application, a reexamination
proceeding terminated under §§ 1.550(d) or 1.957(b) or (c), or a
lapsed patent. A grantable petition pursuant to this paragraph must
be accompanied by:

(1) The reply required to the outstanding Office action or
notice, unless previously filed;

(2) The petitioo fee as set forth in § 1.17(m);
(3) A statement that the entire delay in filing the required

reply from the due date for the reply until the filing of a grantable
petition pursuant to this paragraph-was unintentional. The Com
missioner may require additional information' where there is a
question whether the delay was unintentional; and

(4) Any terminal disclaimer (and fee .as set .forth in.§
1.20(d) required pursuant to paragraph (d) of this section.

*****

(e) Requestfor reconsideration. Any request for reconsider
ation or review of a decision refusing to revive an abandoned
application, a terminated reexamination proceeding, or lapsed
patent upon petition filed pursuant to this section, to be consid
ered timely, must be filed within two months of the decision. refus
ing to revive or within such time as set in the decision. Unless a
decision indicates otherwise, this time period may be extended
under:

(I) The provisions of § 1.136for an abandoned applica
tion or lapsed patent;

(2) The provisions of § 1.550(c) for a terminated ex parte
reexamination proceeding filed under § 1.510; or

(3) The provisions of § 1.956 for a terminated inter partes
reexamination proceedingfiled under § 1.913.-

*****

Pursuant to 37 CFR 1.550(d), an ex parte reexami
nation proceeding is lerminated if the patent owner
fails to file a timely and appropriate response to any
Office action or any written statement of an interview
required under 37 CFR 1.560(b). An ex parte reexam
ination proceeding terminated under 37 CFR 1.550(d)
can be revived if the delay in response by the patent
owner (or the failure to timely file the interview state
ment) was unavoidable in accordance with 37 CFR
1.137(a), or unintentional in accordance with 37 CFR
1.137(b).

The failure to timely file a statement pursuant to
37 CFR 1.530 or a reply pursuant to 37 CFR 1.535,
however, would not (under ordinary circumstances)
constitute adequate basis to justify a showing of
unavoidable/unintentional delay regardless of the rea-

sons for the failure, since no substantive rights are lost
by the failure to file these documents.

All petitions in reexamination proceedings to
accept late papers and to revive the proceedings will
be decided in the Office of Patent Legal Administra
tion.

PETITION BASED ON UNAVOIDABLE DELAY

The unavoidable delay provisions of 35 U.S.C.
133 are imported into, and are applicable to, ex parte
reexamination proceedings by 35 U.S.c. 305. See In
re Katrapat, 6 USPQ2d 1863 (Comm' r Pat. 1988).
Accordingly, the Office will consider, in appropriate
circumstances, a petition showing unavoidable delay
under 37 CFR 1.137(a) where untimely papers are
filed subsequent to the order for reexamination. Any
such petition must provide an adequate showing of
the cause of unavoidable delay, including the details
of the circumstances surrounding the unavoidable
delay and evidence to support the showing. Addition
ally, the petition must be accompanied by the petition
fee set forth in 37 CFR 1.17(1) and a proposed
response to. continue prosecution (unless it has been
previously filed).

PETITION BASED ON UNINTENTIONAL DELAY

The unintentional delay fee provisions of
35 U.S;C. 41(a)(7) are imported into, and are applica
ble to, all ex parte reexamination proceedings by sec
tion 4605 of the American Inventors Protection Act of
1999. The unintentional delay provisions of 35 U.S.C.
41(a)(7) became effective in reexamination proceed
ings on November 29, 2000. Accordingly, the Office
will consider, in appropriate circumstances, a petition
showing unintentional delay under 37CFR 1.137(b)
where untimely papers are filed subsequent to the
order for reexamination. Any such petition must pro
vide a verified. statement that the delay was uninten
tional, a proposed response to continue prosecution
(unless it has been. previously filed), and the petition
fee set forth in 37 CFR 1.17(m).

RENEWED PETITION

Reconsideration may be requested of a decision
dismissing or denying a petition under 37 CFR
1.137(a) or (b) to revive a terminated reexamination
proceeding. The request for reconsideration must be
submitted within one (1) month from the mail date of
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the decision for which reconsideration is requested.
An extension of time may be requested only under
37 CFR 1.550(c); extensions of time under 37 CFR
1.136 are not available in reexamination proceedings.
Any reconsideration request which is submitted
should include a cover letter entitled "Renewed Peti
tion under 37 CFR 1.137(a)" (for a petition based on
unavoidable delay) or "Renewed Petition under
37 CFR 1.137(b)" (for a petition based on uninten
tional delay).

FURTHER DISCUSSION OF THE PETITION RE
QillREMENTS

See also ¥PEP § 7l1.03(c), part III, for a detailed
discussion of the requirements of petitions filed under
37 CFR 1.137(a) and (b).

2269 Reconsideration

In order to be entitled to reconsideration, the patent
owner must respond to the Office action. 37 CFR
1.111(b). The patent owner may respond to such
Office action with or without amendment and the
patent under reexamination will be reconsidered, and

. so on repeatedly unless the examiner has indicated
that the action is final. See 37 CFR 1.112. Any
amendment after the second Office action, which will
normally be final as provided for in ¥PEP § 2271,
must ordinarily be restricted to the rejection or to the
objection or requirement made.

2270 Clerical Handling

The person designated as the reexamination clerk
will handle most of the initial clerical processing of
the reexamination file.

Amendments which comply with 37 CFR 1.530(d)
(j) will be entered for purposes of reexamination in
the reexamination file wrapper. See MPEP § 2234 and
§ 2250 for manner of entering-amendments.

For entry of amendments in a merged reissue-reex
amination proceeding, see MPEP § 2283 and § 2285.

Where an amendment is submitted in proper form
and it is otherwise appropriate to enter the amend
ment, the amendment will be entered for purposes of
the reexamination proceeding, even though _the
amendment does not have legal effect until the certifi
cate is issued. Any "new matter" amendment to the
disclosure (35 U.S.C. 132) will be required to be can
celed, and claims containing new matter will be

rejected under 35 U.S.C. 112. A "new matter" amend
ment to the drawing is ordinarily not entered. See
MPEP §608.04, § 608.04(a) and (c).

2271 Final Action

Before a final action is in order, a clear issue should
be developed between the examiner and the patent
owner. To bring the prosecution to a speedy conclu
sion and at the same time deal justly with the patent
owner and the public, the examiner will twice provide
the patent owner with suchinformation and references
as may be useful in defining the position of the Office
as to unpatentability before the action is made final.
Initially, the decision ordering reexamination of the
patent will contain an identification of the new ques
tions of patentability that the examiner considers to be
raised by the prior art considered. In addition, the first
Office action will reflect the consideration of any
arguments and/or amendments contained in the
request, the owner's statement filed pursuant to
37 CFR 1.530, and any reply thereto by the requester,
and should fully apply all relevant grounds of rejec
tion to the claims.

The statement which the patent owner may file
under 37 CFR 1.530 and the response to the first
Office action should completely respond to and/or
amend with a view to avoiding all outstanding
grounds of rejection.

It is intended that the second Office action in the
reexamination proceeding following the decision
ordering reexamination will be made final in accor
dance with the guidelines set forth in MPEP
§ 706.07(a). The examiner should not prematurely cut
off the prosecution with a patent owner who is seek
ing to define the invention in claims that will offer the
patent protection to which the patent owner is entitled.
However, both the patent owner and the examiner
should recognize that a reexamination proceeding
may result in the final cancellation of claims from the
patent and that the patent owner does not have the
right to renew or continue the proceedings by refiling
under 37 CFR 1.53(b) or 1.53(d) or former 37 CFR
1.60 or 1.62, nor by filing a request for continued
examination under 37 CFR 1.114. Complete and thor
ough actions by the examiner coupled with complete
responses by the patent owner, including early presen
tation of evidence under 37 CFR 1.131 or 1.132, will
go far in avoiding such problems and reaching a desir-
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able early termination of the reexamination proceed
ing.

After an examiner has determined that the reexami
nation proceeding is ready for final rejection, the
examiner will formnlate a draft preliminary decision
to issne a final rejection, the preliminary decision set"
ting forth which claims to reject, the grounds of rejec
tion, which claims to allow/confirm and reasons for
allowance/confirmation. The examiner will then
inform his/her Supervisory Patent Examiner (S1'E) of
his/her intent to issue the final rejection. The SPE will
convene a patentability review conference, and the
conference members will review the patentability of
the claim(s) pursuant to MPEP § 2271.01. If the Con
ference confirms the examiner's preliminary decision
to reject and/or allow the claims, the Office action
(Notice of Intent to Issue a Reexamination Certificate
(NIRC) or final rejection) shall be issued and signed
by the examiner, with the two other conferees initial
ing the action (as "conferee") to indicate their pres
ence in the conference. If the conference does not
confirm the examiner's preliminary decision, the pro
posed final rejection will not be issued by the exam
iner; but rather, the examiner will issue the
appropriate Office action reflecting the decision of the
conference. .

In making the final rejection, all outstanding
grounds of rejection of record should be carefully
reviewed and any grounds or rejection relied on
should be reiterated. The grounds of rejection must (in
the final rejection) be clearly developed to such an
extent that the patent owner may readily judge the
advisability of an appeal. However, where a single
previous Office action contains a complete statement
of a ground of rejection, the final rejection may refer
to such a statement and also should include a rebuttal
of any arguments raised in the patent owner's
response. The final rejection letter should conclude
with one of form paragraphs 22.09 or 22.10.

7f 22.09 Reexamination - Action Is Final
THIS ACTION IS MADE FINAL.

A shortened statutory period for response to this action is set to
expire [1] from the mailing date of this action.

Extensions of time nnder 37 CFR 1.136(a) do-not appty in
reexamination proceedings. The provisions of 37-.CFR, .1.136
apply only to "an applicant" and not to parties in a reexamination
proceeding. Further, in 35 U.s.c. 305 and in 37 CPR i.550(a), it
is required that reexamination proceedings "will be conducted
with special dispatch within the Office."

Extensions_of.time in reexamination proceedings are pro
vided for in 37 CFR 1.550(c). A request for extension of time
must be filed on or before the day on which a response to this
action is due. The mere filing of a request will not' effect any
extension of time. An extension of time will be granted only for
sufficient cause, and for areasoriable time specified.

The filing of a timely first response to this final rejection will
be construed as including a request to extend the shortened statu
tory period for an additional month, which will be granted even if
previous extensions have been granted. In no event, however, will
the statutory period for response expire later than SIX MONTHS
from the mailing date of the flnal action. See MPEP § 2265.

Examiner Note:
1. This form paragraph may be used only in reexamination pro
ceedings.

2. In bracket 1, insert the appropriate period for response,
which is nonnallyTWO (2) MONTHS. In court sanctioned or
stayed litigation situations a ONE (1) MONTH period shonld be
set.

7f 22.10 Reexamination - Action Is Final, Necessitated by
Amendment

Patent owner's amendment flied .. [1] necessitated the new
grounds of rejection presented in this Office action. Accordingly,
TIllS ACTION IS MADE FINAL. See MPEP § 706.07(n).

A shortened statutory period for response to this action is set to
expire [2] from the mailing date of this action.

Extensions of time under 37 CFR 1.136(a) do not apply in

reexamination proceedings. The provisions of 37 CPR 1.136'
apply only to "an applicant" and not to parties in a reexamination

proceeding. Further, in 35 U.S,C. 305 and in 37 CI'R 1.550(a), it
is required that reexamination proceedings "will be conducted

with special dispatch within the Office."

Extensions ~f time in reexemmatton proceedings are pro

vided for in .37 CFR 1.550(c). A reqoest for extension of time
must be filed on or before the day on which a response to this
action' Is ,due.' The mere filing of arequest will not effect any
extension of time'. An extension of time will be granted only for

sufficient cause, and fora reasonable time specified.

The filing ofa timely first response to this final rejection will
be construed as including a request to.extend the shortened .statu
tory period for an additional month, which will be granted even if
previous, extensions have been granted.. In no event, however, will
the statutory period for response expire later th~ SIX MONTHS
from the mailing date of the final action. See MPEP § 2265.

Examiner Note:
1. This form paragraph may be used only in reexamination pro
ceedings.

2. In bracket 1, insert filing date of amendment.

3. In bracket 2, insert the appropriate period for response,
Which is normally TWO (2) MONTHS. In court sanctioned or
stayed litigation situations a ONE (1) MONTH period should be
set.
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As with all other Office correspondence on the
merits in a reexamination proceeding, the final Office
action must he signed by a primary examiner.

2271.01 Patentability Review
Conferences

A "patentability review conference" will be con
vened at two stages of the examination in an ex parte
reexamination proceeding:

(A) A patentability review conference must be
convened just prior to issuing a final rejection; and

(B) A patentability review conference must be
convened just prior to issuing a Notice of Intent to
Issue a Reexamination Certificate (NIRC), other than
in the exceptions set forth in this section.

In the patentability review conference, the exam
iner's preliminary decision to reject and/or allow the
claims in the reexamination proceeding will he
reviewed, prior to the issuance of the Office action
<NIRC or final rejection).

MAKE-UP OF THE PATENTABILITY REVIEW
CONFERENCE

The patentahility review conference will consist of
three memhers, one of whom may be the supervisory
patent examiner (SPE). The first member will be the
examiner in charge of the proceeding. The SPE will
select the other two members, who will be examiner
conferees. The examiner-conferees will be primary
examiners, or examiners who are knowledgeable in
the technology of the invention claimed in the. patent
being reexamined and/or who are experienced in reex
amination practice. The majority of those present at
the conference will be examiners who were not
involved in the examination or issuance of the patent.
An "original" examiner (see MPEP § 2236) should be
chosen as a conferee only if that examiner is the most
knowledgeable in the art, or there is some other spe
cific and justifiable reason to choose an original
examiner as a participant in the conference.

The patentability review conference will be similar
to the appeal conference carried out prior to the issu
ance of an examiner's answer following the filing of a
notice of appeal and the appeal brief. See MPEP
§ 1208. A patentability review conference must be

held in each instance where a final rejection is about
to be issued in a reexamination proceeding. A patent
ability review conference must also be held in each
instance where a NIRC is about to be issued, unless
the NIRC is being issued: (A) following and consis
tent with a decision by the Board of Patent Appeals
and Interferences (or court) on the merits of the pro
ceeding; or (B) as a consequence of the patent
owner's failure to respond or take other action where
such a response or action is necessary to maintain
pendency of the proceeding and, as a result of which
failure to respond, all of the claims will be canceled.
When the patentability review conference results in
the issuance of a final rejection or a NIRC, the two
conferees will place their initials, followed by the
word "conferee," below the signature of the examiner.
The signature of the examiner and initials of the con
ferees on the resulting Office action will reflect that
the patentability review conference has been con
ducted.

PATENTABILITY REVIEW CONFERENCE
PROCESS

The examiner must inform hislher SPE of hislher
intent to issue a final rejection or NIRC. The SPE will
then convene a patentability review conference and
the conference members will review the patentability
of the claim(s). If the conference confirms the exam
iner's preliminary decision to reject and/or allow the
claims, the Office action <NIRC or final rejection)
shall be issued and signed by the examiner, with the
two other conferees initialing the action (as "con
feree") to indicate their participation in the confer
ence. Both conferees will initial, even though one of
them may have dissented from the 3-party conference
decision as to the patentabiliy of claims. If the confer
ence does not confirm the examiner's preliminary
decision, the proposed NIRC or final rejection will
not be issued by the examiner; rather, the examiner
will issue an appropriate Office action reflecting the
decision of the conference.

Where the examiner in charge of the proceeding is
not in agreement with the conference decision, the
SPE will generally assign the proceeding to another
examiner, preferably to one of the other two confer
ence members.
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WHAT THE CONFERENCE IS TO ACCOM·
PLISH

Each conference will provide a forum to consider
all issnes of patentability as wellas procedural issues
having an impact on patentability. Review of the pat
entability of the claims by more, than one primary
examiner should diminish the perception that the
patent owner can disproportionately influence the
examiner in charge of the proceeding. The confer
ences will also provide greater assurance that all mat
ters will be addressed appropriately. All issues in the
proceeding will be viewed from the perspectives of
three examiners. What the examiner in charge of the
proceeding might have missed, the other two confer
ence members would likely detect. The conference
will provide for a comprehensive discussion of, and
finding for,each issue.

CONSEQUENCES OF FAILURE TO HOLD
CONFERENCE

Should the examiner issue a final rejection or
NlRC without holding a patentability review confer
ence, the patent owner or the third partyrequester
who wishes to object must promptly file a paper alert
ing the Office of this fact. Any challenge of the failure
to hold a patentability review conference must be
made within two months of the Office action issued,
or the challenge will not be considered. In such cases,
whether to convene a patentability review conference
to reconsider the examiner's decision will be
addressed on a case-by-case basis. In no event will the
failure to hold a review conference, by itself, be
grounds for vacating any Office decision(s) or
action(s) and "restarting" the reexamination proceed
ing.

2272 After Final Practice

It is intended that prosecution before the examiner
in a reexamination proceeding will be concluded with
the final action. Once a final rejection that is not pre
mature has been entered in a reexamination proceed
ing, the patent owner no longer has any right to
unrestricted further prosecution. Consideration of
amendments submitted after final rejection will be
governed by the strict standards of 37 CPR 1.116.
Both the examiner and the patent owner should recog
nize that substantial patent rights will be at issue with

no opportunity for the patent owner to refile under
37 CFR 1.53(b), 1.53(d), former 37 CPR 1.60, or
former 37 CPR 1.62, and with no opportunity to mea
request for continued examination under 37 CFR
1.114. Accordingly, both the examiner and the patent
owner should identify and develop all issues prior to
the final Office action, including the presentation of
evidence under 37 CPR 1.131 and 1.132.

FINAL REJECTION~ TIME FOR RESPONSE

The statutory period for response to a final rejection
in a reexamination proceeding will normally be two
(2) months. If a response to the final rejection is filed,
the time period set in the final rejection continues to
run. The time period is automatically extended by
I month (in accordance with the guidelines set forth
in MPEP § 2265) if the response is the first response
after the final rejection. Any advisory Office action
(form PfOL-467) issued in reply to patent owner's
response after final rejection will inform the patent
owner of the automatic 1 month extension of time. It:
should be noted that the filing of any timely first
response to a final rejection (even an informal
response or even a response that is not signed) will
automatically result in the extension of the shortened
statutory period for an additional month. Note further
that the patent owner is entitled to know the exam"
iner's ruling on a timely response filed after final
rejection before being required to file a notice of
appeal. Notification of the examiner's ruling should
reach the patent owner with sufficient time for the
patent owner to consider the ruling and. act on it.
Accordingly, the period for response to the final rejec
tion should be appropriately extended in. the exam
iner's advisory action. See Theodore Groz & Sohne &
Ernst Bechert Nadelfabrik KG v.Quigg, 10 USPQ2(i
1787 (D.D.C. 1988). The period for response may not,
however, be extended to run past 6 months from the
date of the final rejection.

ACTION BY EXAMINER

It should be kept in mind that a patent owner can
not, as a matter of right, amend any finally rejected
claims, add new claims after a final rejection, or rein
state previously canceled claims. A showing under
37 CPR 1.116(b) is required and will be evaluated by
the examiner for all proposed amendments after final,
rejection except where an amendment merely cancels
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claims, adopts examiner's suggestions, removes
issues for appeal, or in some other way requires only a
cursory review by the examiner. An amendment filed
at any time after final rejection but before an appeal
brief is filed, may be entered upon or after filing of an
appeal provided the total effect of the amendment is to
(A) remove issues for appeal, and/or (B) adopt exam
iner suggestions.

The first proposed amendment after final action in a
reexamination proceeding will be given sufficient
consideration to determine whether it places all the
claims in condition where they are patentable and/or
whether the issues on appeal are reduced or simpli
fied. Unless the proposed amendment is entered in its
entirety, the examiner will briefly explain the reasons
for not entering a proposed amendment. For example,
if the.claims as amended present a new issue requiring
further consideration or search, the new issue should
be identified and a brief explanation provided as to
why a new search or consideration is necessary. The
patent owner should be notified if certain portions of
the amendment would be entered if a separate paper
was filed containing only such amendment.

Any second or subsequent amendment after final
will be considered only to the extent that it removes
issues for appeal or puts a claim in obvious patentable
condition.

Since patents undergoing reexamination cannot
become abandoned and cannot be refiled, and since
the holding of claims unpatentable and canceled in a
certificate is absolutely final, it is appropriate that the
examiner consider the feasibility of entering amend
ments touching the merits after final rejection or after
appeal has been taken, where there is a showing why
the amendments are necessary and a suitable reason is
given why they were not earlier presented.

The practice of giving the patent owner a time
period to supply an omission in a bona fide response
(as set forth in MPEP § 2266.01) does not apply after
a final Office action. If a bona fide response to an
examiner's action is filed after final rejection (before
the expiration of the permissible response period), but
through an apparent oversight or inadvertence, some
point necessary to fully respond has been omitted, the
examiner should not issue (to the patent owner) a
notice of failure to fully respond. Rather, an advisory
Office action (form PTOL-467) should be issued with
an explanation of the omission.

Likewise, the practice of notifying the patent owner
of the defects present in a submission via form PTOL
475 and setting a time period for correction of the
defect(s) (as set forth in MPEP § 2266.02) does not
apply after a final Office action. If a defective (infor
mal) response to an examiner's action is filed after
final rejection (before the expiration of the permissi
ble response period), the examiner should not issue a
form PTOL-475 notification to the patent owner.
Rather, an advisory Office action (form PTOL-467)
should be issned with an explanation of the defect
(informality).

2273 Appeal in Reexamination

35 U.S.c. 306. Appeal.
The patent owner involved in a reexamination proceeding

under this chapter may appeal under the provisions ofsection 134
of this title, and may seek court review under theprovisions of
sections 141 to 145 of this title, with respect to any decision
adverse to the-patentability of any original or proposed amended
or new claim of the patent.

A patent ownerwho is dissatisfied with the primary
examiner's decision to reject claims in an ex parte
reexamination proceeding may appealto the Board of
Patent Appeals and Interferences for review of the
examiner's rejection by filing a notice of appeal
within the required time. A third party requester may
not appeal, and may not participate in the patent
owner's appeal.

In an ex parte reexamination of a patent that issued
from an original application filed before November
29, 1999, the patent owner may appeal to the Board
either (A) after final rejection of the claims, or (B)
after the second rejection of the claims. This is based
on the version of 35 U.S.C. 134 in existence prior to
the amendment of the reexamination statute on
November 29, 1999, by Public Law 106-113. This
"prior version" of 35 U.S.c. 134 applies to appeals in
reexamination of patents issuing from original appli
cations filed in the U.S. before November 29, 1999.

In an ex parte reexamination of a patent that issued
from an original application filed on or after Novem
ber 29, 1999, the patent owner may appeal to the
Board only after the final rejection of the claims. This
is based on the current version of 35 U.S.C. 134 as
amended by Public Law 106-113. This "current ver
sion" of 35 U.S.C. 134 applies to appeals in reexami
nation of patents issuing from original applications
filed in the U.S. on or after November 29, 1999.

August 2001 2200-96



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS 2274

The notice of appeal need not be signed by the
patent owner or his or her attorney or agent. See
37 CFR 1.19l(b). The fee required by 37 CFR1.17(b)
must accompany the notice of appeal. See 37 CFR
1.191(a).

The period for filing the notice of appeal is the
period set for response in the last Office actiou which
is normally 2 months. The timely filing of a first
response to a final rejection haviug a shortened statu
tory period for response is construed as including a
request to extend the period for response an additional
month, even if an extension has been previously
granted, as long as the period for response does not
exceed 6 months from the date of the final rejection.
The normal ex parte appeal procedures set forth at 37
CFR 1.191 through 37 CFR 1.198 apply in ex parte
reexamination, except as pointed out in this Chapter.
A third party requester may not appeal or otherwise
participate in the appeal.

The reexamination statute does not provide for
review of a patentability decision favoring the paten
tee. Greenwood v. Seiko Instruments, 8 USPQ2d 1455
(D.D.C. 1988).

See MPEP § 1205 for a discussion of the require
ments for a proper appeal. However, note that in.the
unusual circumstances where an appeal is defective
(e.g., no proof of service is included, it was filed for
the wrong proceeding), patent owner should not be
advised by the examiner to obtain an extension of
time under 37 CFR 1.136(a), because an extension of
time under 37 CFR 1.136 caunot be obtained .in a
reexamination proceeding.

Where a notice of appeal is defective, the patent
owner will be so notified. Form PTOL-497 will be
used to provide the notification. A I-month period
will be provided for the patent owner to cure the
defect(s) iu the appeal.

If the patent owner does not timely file a notice of
appeal andlor does not timely file the appropriate
appeal fee, the patent owner will be notified that the
appeal is dismissed. Form PTOL-497 will be used to
provide the notification. The reexamination proceed
ing is then terminated, and a Notice of Iutent to Issue
Reexamination Certificate (NIRC) will subsequently
be issued indicating the status of the claims at the time
of final rejection (or after the second rejection of the
claims, where an appeal was taken from that action

without waiting for a final rejection). See MPEP §
2287.
2274 Appeal Brief

AMENDMENT

Where the appeal brief is not filed, but within the
period allowed for filing the hrief an amendment is
presented which places the claims of the patent under
reexamination in a patentable condition, the amend
ment may be entered. Amendments should not be.
included in the appeal brief.

As to separate amendments, i.e., amendments not
included with the appeal brief, filed with or after the
appeal, see MPEP § 1207.

TIME FORFILING APPEAL BRIEF

The time for filing the appeal brief is 2 months
from the date of the appeal or alternatively, within the
time allowed for response to the action appealed from,
if such time is later.

EXTENSION OF TIME FOR FILING APPEAL
BRIEF

In the event that the patentowner finds that he or
she is unable to file a brief within the time allowed by
the rules, he Or she may file a petition without anyfee,
to the Technology Center (TC), requesting additional
time (usually 1 month), and give reasons for the
request. The petition should be filed in duplicate and
contain the address to which the response is to be sent.
If"sufficient cause is shown and the petition is filed
prior to the expiration of the period sought to be
extended (37 CFR 1.550(c», the TC Director is
authorized to grant the extension for up to 1 month.
Requests for extensions of time for more than 1
month will also be decided by the TC Director, but
will not be granted unless extraordinary circum
stances are involved; e.g., death or incapacitation of
the patent owner. The time extended. is added to the
last calendar day of the original period, as opposed to
being added to the day it would have been due when
said last day is a Saturday, Sunday, or Federal holiday.

FAILURE TO TIMELY FILE APPEAL BRIEF

Failure to file the brief andlor the appeal fee within
the permissible time will result in dismissal of the
appeal. Form PTOL-497 is used to notify the patent
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owner that the appeal is dismissed. The reexamination
proceeding is then terminated, and a Notice of Intent
to Issue Reexamination Certificate (NIRC) (see
MPEP § 2287) will subsequently be issued indicating
the status of the claims at the time of appeal.

REQUIREMENTS FOR THEAPPEAL BRIEF

A fee as set forth in 37 CFR 1.17(c) is required
when the appeal brief is filed for the first time in a
particular reexamination proceeding, 35 U.S.C. 41(a).
37 CFR 1.192 provides that the appellant shall file a
brief of the authorities and arguments on which he or
she will rely to maintain his or her appeal, including a
concise explanation of the invention which must refer
to the specification by page and line number, and to
the drawing, if any, by reference characters, and a
copy of the claims involved. 37 CFR 1.192(a)
requires the submission of three copies of the appeal
brief. In addition, where the request for reexamina
tion was filed by a third party requester, a copy of the
brief must be served on that third party requester.

In the case of a merged proceeding (see MPEP
§ 2283 and § 2285), one original and two copies of
the brief should be provided for each reexamination
and reissue in the merged proceeding. In addition, a
copy of the brief must be served on any third party
requesters who are part of the merged proceeding.

For the sake of convenience, the copy of the claims
involved should be double spaced and should start on
a new page. Note that claims on appeal in reexamina
tion proceedings should include all underlining and
bracketing necessary to reflect the changes made to
the original patent claims throughout the prosecution
of the reexamination. In addition, any new claims
added in the reexamination should be completely
underlined. This represents a departure from the pro
cedure set forth in MPEP § 1206 for applications.

The brief, as well as every other paper relating to an
appeal, should indicate the number of the TC to which
the reexamination is assigned and the reexamination
control number. When the brief is received, it is for
warded to the TC where it is entered in the file and
referred to the examiner.

Patent owners are reminded that their briefs in
appeal cases must be responsive to every ground of
rejection stated by the examiner. A reply brief, if filed,
shall be entered, except that amendments or affidavits

or other evidence are subject to 37 CFR 1.116 and
1.195. See 37 CFR 1.193(b)(I).

It is essential that the Board of Patent Appeals and
Interferences should be provided with a brief fully
stating the position of the appellant with respect to
each issue involved in the appeal so that no search of
the record is required in order to determine that posi
tion. The fact that appellant may consider a ground to
be clearly improper does not justify a failure on the
part of the appellant to point out to the Board the rea
sons for that view in the brief.

See MPEP § 1206 for further discussion of the
requirements for an appeal brief.

DEFECTIVE APPEAL BRIEF

Where an appeal brief is defective, the examiner
will notify the patent owner that the brief is defective,
using part 4 of form PTOL-497. A l-month period is
provided for the patent owner to cure the defect(s).
The nature of the defect(s) is to be explained by the
examiner in an attachment to form PTOL-497. An
example of this is where an appellant patent owner
fails to respond by way of brief to any ground of
rejection, and it appears that the failure is inadvertent.
In such a case, appellant should be notified by the
examiner that he or she is given I month to correct the
defect by filing a supplemental brief.

It is important for the examiner to identify any
defects in the brief and give the patent owner I month
in which to cure the defects. Where this procedure has
not been followed, the Board of Patent Appeals and
Interferences (Board) should remand the reexamina
tion file to the examiner for compliance (i.e., for cor
rective action).

When the record clearly indicates intentional fail
ure to respond by brief, to any ground of rejection, for
example, the examiner should inform the Board of
this fact in his or her answer and merely specify the
claim(s) affected. Where the failure to respond by
brief appears to be intentional, the Board may dismiss
the appeal as to the claims involved. Oral argument at
the hearing will not remedy such deficiency of a brief.

The mere filing of any paper whatsoever entitled as
a brief cannot necessarily be considered as compli
ance with 37 CFR 1.192. The rule requires that the
brief must set forth the authorities and arguments
relied on, aud to the extent that it fails to do so with
respect to any ground of rejection, the appeal as to
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that ground may be dismissed. A distinction must be
made between the lack of any argument and the pre
sentation of arguments that carry no conviction. In the
former case dismissal is in order, while in the latter
case a decision on the merits is made, although it may
well be merely an affirmance based on the grounds
relied on by the examiner.

Appellant must traverse every ground of rejection
set forth in the final rejection. Oral argument at the
hearing will not remedy a deficiency of failure to
traverse a ground of rejection in the brief. Ignoring or
acquiescing in any rejection, even one based upon for
mal matters which could be cured by subsequent
amendment, will invite a dismissal ofthe appeal as to
the claims subject to the rejection.

The reexamination proceedings are considered ter
minated as of the date of the dismissal of the appeal.
After the appeal is dismissed, the examiner will pro
ceed to issue a Notice of Intent to Issue Reexamina
tion Certificate for the proceeding; see MPEP § 2287.

2275 Examiner's Answer

37 CFR 1.193. Examiner's answer and reply brief

(a)(l) The primary examiner may, within such time as may
be directed by the Commissioner, furnish' a written statement in
answer to 'appellant's brief including such explanation of the
invention claimed and of the references and 'grounds of rejection
as may be necessary, ,supplying a copy to appellant. If the primary
examiner finds that the appeal is not regular in form or does not
relate to an appealable action, the primary examinershall so state.

(2) _An examiner's answer must not include a new ground
of rejection, but if an amendment under s Ll loproposesto addor
amend one or more claims and _appellant was.advised that the
amendment under § 1.116 would be entered for purposes of
appeal and which individual rejection(s) set forth in. the action
from which. the appeal. was taken would be used to reject the
added or amended claim(s), then the appealbrief must address the
rejection(s) of theclaimfs) added or amended by the amendment
under § 1.116 as appellant was so advised and the examiner's
answer mayinclude the rejection(s) of the c1aim(s) added or
amended by the amendment under § 1.116 as appellant was so
advised. The filing of an amendment under § 1.116 which is
entered for purposes of appeal represents appellant's consent that
when so advised any appeal proceed on those claim(s) added or
amended by the amendment under§ 1.116 subject to any rejection
set forth i~ the action from which the appeal was taken.

(b)(I) Appellant may file a reply brief to an examiner's
answer or a supplemental examiner's answer within two months
from the date of such examiner's answer or supplemental exam
iner's answer. See§ 1.136(b) for extensions of time for filing a
reply brief ina patent application and § 1.550(c)for extensions of

time for filing a reply brief in a reexamination proceeding. The
primary examiner must either. acknowledge receipt and entry of
the reply brief or withdraw the final rejection and reopen prosecu
tion to respond to the reply brief. A supplemental examiner's
answer is not permitted, unless the application has been remanded
by the Board, of Patent Appeals and Interferences for such pur
pose.

(2) Where prosecution is reopened by the primary.exam
iner after an appeal or reply brief has been filed, appellant must
exercise one of the following two options to avoid abandonment
of the application:

(i) File a reply under § 1.111, if the Office action is
not final, ora reply under § 1.113, if the Office action is fined;or

(ii) Request reinstatement of the appeal. If reinstate
ment oftheappeal is requested, such request .must be accompa
nied by a supplemental appeal brief, but no' new amendments,
affidavits (§§ 1.130, 1.131 or 1.132) or other evidence are permit

ted.

MPEP §1208 through § 1208.02 relate to prepara
tion of examiner's answers in appeals. The procedures
covered in these sections apply to appeals in both
patent applications and patents undergoing reexami
nation proceedings, except as provided for in this
Chapter.

Where appellant files a timely reply brief to an
examiner's answer or a supplemental examiner's
answer, the examiner may either (A) acknowledge
receipt and entry of the reply brief, or (B) withdraw
the final rejection and reopen prosecution to respond
to the reply brief. A supplemental examiner's answer
is not permitted, unless the application has been
remandedby the Board of Patent Appeals and Inter-
ferences for such purposes. .

2276 OralHearing

If appellant (patent owner) desires an oral hearing,
appellant must file a written request for such hearing
accompanied by the fee set forth in 37 CFR 1.17(d)
within 2 months after the date of the examiner's
answer.

Where the appeal involves reexaihination proceed
ings, oral hearings are open.to the public as observers
unless the appellant (A) requests that the hearing not
be open to the public and (B) presents valid reasons
for.such a request.

MPEP § 1209 relates to oral hearings in appeals in
both patent applications and reexaihination proceed
ings.
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2277 Board of Patent Appeals and
Interferences Decision

MPEP § 1213 through § 1213.03 relate to deci
sions of the Board of Patent Appeals and Interfer
ences for both applications and reexamination
proceedings.

2278 Action Following Decision

MPEP § 1214 through § 1214.07provide the pro
cedures to be followed after the conclusion of the
appeal to the Board of Patent Appeals and Interfer
ences, for both patent applications and reexamination
proceedings, except as provided for in this Chapter.

2279 Appeal to Courts

A patent owner not satisfied with the decision of
the Board of Patent Appeals and Interferences may
seek judicial review.

In an ex parte reexamination of a patent that issued
from an original application filed before November
29, 1999, the patent owner may appeal the decision of
the Board of Patent Appeals and Interferences. to
either (A) the United States Court of Appeals for the
Federal Circuit pursuant to 35 U.S.C. 141, or (B) the
United States District Court for the District of Colum
bia pursuant to 35 U.S.C. 145. This is based on the
version of 35 U.S.C. 141 and 35 U.S.c. 145 in exist
ence prior to the amendment of the reexamination
statute on November 29, 1999 by Public Law 106
113. This "prior version" of 35 U.S.C. 141 and
35 U.S.C. 145 applies to appeals in reexamination of
patents issuing from original applications filed in the
U.S. before November 29, 1999.

In an ex parte reexamination of a patent that issued
from an original application filed on or after Novem
ber 29, 1999, the patent owner may appeal the deci
sion of the Board of Patent Appeals and Interferences
only to the United States Court of Appeals for the
Federal Circuit pursuant to 35 U.S.c. 141. This is
based on the current version of 35 U.S.C. 141 and
35 U.S.C. 145 as they were amended by Public Law
106-113. This "current version" of 35 U.S.c. 141 and
35 U.S.c. 145 applies to appeals in reexamination of
patents issuing from original applications filed in the
U.S. on or after November 29, 1999.

A third party may not seek judicial review. Yuasa
Battery v. Comm'r, 3 USPQ2d 1143 (D.D.C. 1987).

While the reexamination statutory provisions do
not provide for participation by any third party
requester during any court review, the courts have
permitted intervention by a third party requester in
appropriate circumstances. See In re Etter, 756 F.2d
852, 225 USPQ 1 (Fed. Cir. 1985) and Read v. Quigg,
230 USPQ 62 (D.D.C. 1986). See also MPEP § 1216,
§ 1216.01, and §1216.02. A third party requester who
is permitted to intervene in a civil action has no stand
ing to appeal the court's decision, Boeing Co. v.
Comm'r; 853 F.2d 878, 7 USPQ2d 1487 (Fed. Cir.
1988).

2280 Information Material to
Patentability in Reexamination
Proceeding

37 CFR 1.555. Information material to patentability in ex
parte reexamination and inter partes reexamination
proceedings.

(a) A patent by its very nature is affectedwith a public inter
est. The public interest is best served, andthe most effective reex
amination occurswhen, at the time a reexamination proceeding is
being conducted, the Office is aware of and evaluates the teach
ings of all information material to patentability in a reexamination
proceeding. Eachindividual associated with thepatent ownerin a
reexamination proceeding has a duty of candor and good faith in
dealing with the Office, which includes a duty to disclose to the
Office all information known to that individual to be material to
patentability in a reexamination proceeding. The individuals who
have a duty.to disclose to the Office all information known to
themto be material to patentability in a reexamination proceeding
are the patent owner, each attorney or agent who represents the
patent owner, and every other individual who is substantively
involved on behalf of the patent owner in a reexamination pro
ceeding. The dutyto disclose theinformation exists with respect
to each claim pendingin the reexamination proceeding until the
claim is cancelled. IIiformation material to the patentability of a
cancelled claim need not be submitted if the information is not
material to patentability of any claim remaining under consider
ation in the reexamination proceeding. The duty to disclose all
information known to be material to patentability in a reexamina
tion proceeding is deemedto be satisfiedif all information known
to be material to patentability of anyclaim in the patent afterissu
ance of the reexamination certificate was cited by the Offlce or
submitted to the Office in an information disclosure statement.
However, the dutiesof candor, good faith, anddisclosurehave not
been complied with if any fraud on the Office was practiced or
attempted or the dutyof disclosurewas violatedthrough badfaith
or intentional misconductby, or on behalf of, the patent owner in
the reexamination proceeding. Any information disclosure state
ment mustbe filed with the items listed in § 1.98(a) as applied to
individuals associated with the patent owner ina reexamination
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proceeding, andshouldbe filed within two months of the dateof
theorder forreexamination, oras soonthereafter aspossible.

(b) Under this section, informationis material to patentabil
ity in a reexamination proceeding when it. is not cumulative to
information of record or being made of record in the reexamina
tion proceeding, and

(1) It is a patentor printedpublicationthatestablishes, by
itself or in combination withother patents or printed publications,
a prima facie case of unpatentability of a claim; or

(2) It refutes, or is inconsistent with, a' position the patent
owner takes in:

(i) Opposing an argument of unpatentability relied on
by the Office, or

(ii) Asserting an argument of patentability.

A prima facie case of unpatentability of a claim pending in a
reexamination proceeding is established when the information
compels a conclusion that a claim is unpatentable under the pre
ponderance of evidence, burden-of-proof standard. giving each
term in the claim its broadest reasonable construction consistent
with the specification, and before any consideration is. given to
evidence which may be submittedin an attempt to establisha con
trary conclusion of patentability.

(c) The responsibility for compliance with this section rests
upon the individuals designated in paragraph (a) of this section
andno evaluationwill be made by the Office in the reexamination
proceeding as to compliance with this section. If questions of
compliance with this section are discovered during a reexamina
tion proceeding, they will be noted as unresolved questions in
accordance with § 1.552(c).

The duty of disclosure in reexamination proceed
ings applies to the patent owner; to each attorney or
agent who represents the patent owner, and to every
other individual who is substantially involved on
behalf of the patent owner. That duty is a continuing
obligation on all such individuals throughout the pro
ceeding. The continuing obligation during the reex
amination proceeding is that any such individual to
whom the duty applies who is aware of, or becomes
aware of, patents or printed publications which (A)
are material to patentability in a reexamination pro
ceeding, and (B) which have not previously been
made of record in the patent file, must bring such pat
ents or printed publications to the attention of the
Office.

Such individuals are strongly encouraged to file
information disclosure statements, preferably in
accordance with 37 CFR 1.98, within two months of
the date of the order to reexamine, or as soon thereaf
ter as possible, in order to bring the patents or printed
publications to the attention of the Office. An infor-

mation disclosure statement filed under 37 CFR 1.555
by the patent owner after the order for reexamination
and before the first action on the merits may be sub
mitted as part of the statement under 37 CFR 1.530, or
it may be filed as a separate paper. If the information
disclosure statement is filed as part of a statement
under 37 CFR 1.530, the submission may include a
discussion of the patentability issues in the reexami
nation. If, however, the submission is filed as a sepa
rate paper, not part of a statement under 37 CFR
1.530, the submission must be limited to a listing of
the information disclosed and an explanation of its
relevance. See 37 CFR 1.98. Any discussion of the
information disclosed relating to patentability issues
in the reexamination would be improper.

Any individual substantially involved in the reex
amination proceeding may satisfy his or her duty by
disclosing the information to the attorney or agent
having responsibility for the reexamination proceed
ing or to a patent owner acting in his or her own
behalf. A patent owner may satisfy his or her duty by
disclosing the information to the attorney or agent
having responsibility for the reexamination proceed
ing. An attorney, agent, or patent owner who receives
information has no duty to submit such information if
it is not material to patentability in the reexamination
proceeding. See 37 CFR 1.555(b) for the definition of
"material to patentability."

The responsibility of compliance with 37 CFR
1.555 rests on all such individuals. Any fraud prac
ticed or attempted on the Office or any violation of the
duty of disclosure through bad faith or intentional
misconduct by any such individual results in noncom
pliance with 37 CFR 1.555(a). This duty of disclosure
is consistent with the duty placed on patent applicants
by 37 CFR 1.56. Any suchissues raised during a reex
amination proceeding wi1l merely be noted as unre
solved questions under 37 CFR 1.552(c).

All such individuals who fail to comply with
37 CFR 1.555(a) do so at the risk of diminishing the
quality and reliability of the reexamination certificate
issuing from the proceeding.

See MPEP § 2282 for the patent owner 's duty to
disclose prior or concurrent proceedings in which the
patent is or was involved.
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2281 Interviews in Reexamination
Proceedings

37 CFR 1.560. Interviews in reexamination proceedings.
(a) Interviews in ex-parte reexamination proceedings pend

ing before the Office between examiners and the owners of such
patents or their attorneys or agents of record must be conducted in
the Office at such times, within Office hours, as the respective
examiners may designate. Interviews will not be permitted at any
other time or place without the authority of the Commissioner.
Interviews for the discussion of the patentability of claims in pat
ents involved in ex parte reexamination proceedings will not be
conducted prior to the: first official action. Interviews'should be
arranged in advance. Requests that reexamination requesters par
ticipate in interviews with examiners will not be granted.

(b) In every instance of an interview with an examiner in an
ex parte reexamination proceeding, a complete written statement
of the reasons presented at the interview as warranting favorable
action must be filed by the patent owner. An interview does not
remove the necessity for response to Office actions as specified in
§ 1.111. Patent owner's response to an outstanding Office action
after the interview does not remove the necessity for filing the
written statement. The written statement must be filed as a sepa
rate part of a response to an Office action outstanding at the time
of the interview, or as a separate paper within one month from the
date of the interview, whichever is later.

Interviews are permitted in an ex parte reexamina
tion proceeding. In the ex parte proceeding, only ex
parte interviews between the examiner and patent
owner and/or the patent owner's representative are
permitted. Reqnests by third party requesters to par
ticipate in interviews or to attend interviews will not
be granted.

Unless the Office of Patent Legal Administration
authorizes otherwise, interviews between examiner
and the owners of patents undergoing ex parte reex
amination or their attorneys or agents must be had in
the Office at such times, within Office hours, as the
respective examiners may designate.

Interviews for the discussion of the patentability of
claims in patents involved in reexamination proceed
ings will ordinarily not be had prior to the first Office
action following the order for reexamination and any
submissions pursuant to 37 CPR 1.530 and 1.535.
Such interviews will be permitted prior to the first
Office action only where the examiner initiates the
interview for the purpose of providing an amendment
which will make the claims patentable and the patent
owner's role is passive. The patent owner's role (or
patent owner's attorney or agent) is limited to agree
ing to the change or not. The patent owner should not

otherwise discuss the case on the merits during this
interview.

The patent owner's questions on purely procedural
matters may be answered by the examiner at any time
during the proceeding.

Where any party who is not the patent owner
requests information as to the merits of a reexamina
tion proceeding, the examiner will not conduct a per
sonal or telephone interview with that party to provide
the information. Only questions on strictly procedural
matters may be discussed with that party. A question
by a party who is not the patent owner relating to
when the next Office action will be rendered is
improper as it relates to the merits of the proceeding.

The examiner must complete Interview Summary
form PfOL-474 for each interview held where a mat
ter of substance has been discussed (see MPEP §
713.04). A copy of the form should be given to the
patent owner at the conclusion of the interview. The
original should be made of record in the reexamina
tion file, and a copy shonld be mailed to any third
party requester.

The general procedure for conducting interviews
and recording same is described at MPEP § 713.01 
§713.04.

PATENT OWNER'S STATEMENT OF THE IN
TERVIEW

In every instance of an interview with the examiner,
a patent owner's statement of the interview, including
a complete written statement of the reasons presented
at the interview as warranting favorable action, must
be filed by the patent owner. This requirement cannot
be waived by the examiner. Patent owners are encour
aged to submit such written statement as soon after
the interview as is possible, and no later than the next
communication to the Office. Service of the written
statement of the interview on any third party requester
is required.

2282 Notification of Existence of Prior
or Concurrent Proceedings and
Decisions Thereon

37 CFR 1.565. Concurrent office proceedings which
include an ex parte reexamination proceeding.

(a) In an ex parte reexamination proceeding before the
Office, the patent owner must inform the Office of any prior or
concurrent proceedings in which the patent is or was involved
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such- as interferences, reissues, ex parte reexaminations, - inter
partes reexaminations, or litigation and the results of suchpro
ceedings. See § 1.985 for notification of prior or concurrent pro
ceedings in an inter partes reexamination proceeding.

*****

It is important for the Office to be aware of any
prior or concurrent proceedings in which a patent
undergoing reexaminatioh is or was involved, such as
interferences, reissues, reexaminations or litigations;
and any results of such proceedings. In accordance
with 37 CFR 1.565(a), the patent owner is required to
provide the Office with information regarding the
existence of any such proceedings, and the results
thereof, if known. Ordinarily, no submissions ofany
kind by third parties filed after the date of the order
are placed in the reexamination or patent file while
the reexamination proceeding is pending. However, in
order to ensure a complete file, with updated status
information regarding prior or concurrent proceedings
regarding the patent under reexamination, the Office
will, at any time, accept for placement in the reexami
nation file copies from any parties of notices of suits
and other proceedings involving the patent and copies
of decisions or papers filed in the court from litiga
tions or other proceedings involving the patent. Per
sons making such submissions must limit the
submissions to the notification, and must not include
further arguments or information. Where a submis
sion is not limited to bare notice of the prior or con
current proceedings (in which a patent undergoing
reexamination is or was involved), the submission
will be returned by the Office. Any proper submission
pursuant to 37 CPR 1.565(a) will be promptly placed
of record in the reexamination file. See MPEP § 2286
for Office investigation for prior or concurrent litiga
tion,

Form paragraph 22.07 or 22.08, if appropriate,
may be used to remind the patent owner of the con
tinuing duty under 37 CFR l.565(a) to apprise the
Office of any litigation activity.

2283 Multiple Copending
Reexamination Proceedings

37 CFR 1.565. Concurrent Office proceedings which
include an ex parte reexamination proceeding.

*****

(c) If ex.parte reexamination is ordered while a prior ex parte
reexamination proceeding is pending and prosecution in the prior
ex parte reexamination proceeding has not been terminated, the ex
parte reexamination proceedings will be consolidated and result
in the issuance of a single certificate under § 1.570.'For merger of
inter partes -reexaminationtproceedings, see § 1.989(a). For
merger of ex parte reexamination and inter partes reexamination
proceedings, see § 1,989(b).

*****
See MPEP § 2240 for a discussion as to whether a

substantial new question of patentability is raised by
the prior art cited in a second or subsequent request
for reexamination filed while a reexamination pro
ceeding is pending.

If reexamination is ordered on a request for reex
amination while a prior reexamination proceeding is
still pending, the decision on whether or not to com
bine the proceedings will be made by the Technology
Center (TC) Director where the reexamination is
pending. The TC Director may delegate this to the TC
Special Program Examiner. No decision on combin
ing the reexaminations should be made until reexami
nation isacthally ordered in the later filed request for
reexamination.

PROCEEDINGS MERGED

If a second request for reexamination is filed where
a first certificate will issue for the first reexamination
later than 3 months from the filing of the second
request, the proceedings normally will be merged. In
this situation the second request is decided based on
the original patent claims and if reexamination is
ordered, the reexamination proceedings normally
would be merged. If the first reexamination is in
"issue" for publication of a certificate, it-willbe with
drawn from issue. The second reexamination proceed
ing will be merged with the first reexamination
proceeding and prosecution will continue after the
patent owner and second requester have been given an
opportunity to file a statement and reply, respectively.

If the second request is based upon essentially the
same patents or publications as in the first request or
on patents or printed publications which raise essen
tially the same issues as those raised in the first
request, and ifreexamination is ordered, the examina
tion of the merged proceeding will continue at the
point reached in the first reexamination proceeding.
If, however, new patents or printed publications are
presented in the second request which raise different
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questions than those raised in. the first request, then
prosecution in the merged reexamination proceeding
will be reopened, if applicable, to the extent necessary
to fully treat the questions raised.

The patent owner will be provided with an opportu
nity to respond to any new rejection in a merged reex
amination proceeding prior to the action being made
final. See MPEP § 2271. If the reexamination pro
ceedings are combined, a single certificate will be
issued based upon the combined proceedings, 37 CPR
1.565(c).

WHEN PROCEEDING IS SUSPENDED

It may also be desirable in certain situations to sus
pend a proceeding for a short and specified period of
time. For example, a suspension of a first reexamina
tion proceeding may be issued to allow time for the
patent owner's statement and the requester's reply in a
second proceeding prior to merging. Further, after the
second proceeding has been ordered, it may be desir
able to suspend the second proceeding where the first
proceeding is presently on appeal before a Federal
court to await the court's decision prior to merging. A
suspension will only be granted in extraordinary
instances, becanse of the statutory requirements that
examination proceed with "special dispatch." The
express written approval of the TC Director must be
obtained. Suspension will not be granted when there
is an outstanding Office action.

ME.RGER OF REEXAMINATIONS

The following guidelines should be observed when
two requests for reexamination directed to a single
patent have been filed.

The second request (i.e., Request 2) should be pro
cessed as quickly as possible and assigned to the same
examiner to whom the first request (i.e., Request I) is
assigned. Request 2 should be decided immediately
without waiting the nsual period. If Request 2 is
denied, ex parte prosecution of Request I should con
tinue. If Request 2 is granted, the order in the second
proceeding should be mailed immediately. The two
requests should be held in storage until the patent
owner's statement and any reply by the requester have
been received in Request 2, or until the time for filing
same expires. Then, the TC Director or the TC Direc
tor's delegate will prepare a decision merging the two
proceedings.

The decision by the TC Director merging the reex
amination proceedings should include a requirement
that the patent owner maintain identical claims in both
files. It will further require that responses by the
patent owner must consist of a single response,
addressed to both files, filed in duplicate, each bear
ing a signature, for entry in both files. The decision
will point out that both files will be maintained as sep
arate complete files. The decision of merger will indi
cate at its conclusion that the patent owner is given
I month to provide a housekeeping amendment to
make the claims the same in each file, where such an
amendment is needed. Where the claims are already
the same in both files, the decision will indicate at its
conclusion that an Office action will be mailed in due
course, and that the patent owner need not take any
action at present. The decision of merger will be
mailed immediately.

Where the merger decision indicates that the patent
owner is given I month to provide a housekeeping
amendment (to place identical amendments in all
files), the files will be held in storage to await submis
sion of the amendment. After the amendment is
received, it will be processed by the technical support
staff and the file returned to the examiner, to issue an
Office action. Where the merger decision indicates
that an Office action will follow, the files are returned
to the examiner immediately after the decision, to
issue the action.

Once the files are returned to the examiner for issu
ance of an Office action, the examiner should prepare
an Office action at the most advanced point possible
for the first proceeding. Thus, if the first proceeding is
ready fora final rejection and the second proceeding
does not provide any new information which would
call for a new ground of rejection, the examiner
should issue a final rejection for the merged proceed
ing using the guidelines for the prosecution stage set
forth below.

If the ex parte prosecution stage has not yet begun
in Request I when Request 2 is received, Request I
should be processed to the point where it is ready for
ex parte prosecution. Then, Request I is normally
held until Request 2 is granted and is ready for ex
parte action following the statement and reply.
Thereafter, the two proceedings would be merged.
However, if Request 2 is denied, there would be no
merger and prosecution will be carried out solely on
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Request 1. Note that Request 2 should be determined
on its own merits and should not rely on nor refer to
the decision in Request 1.

In the event that a housekeeping amendment is
required by the merger decision (to place identical
amendments in all files) but is not timely submitted,
any claim that does not contain ideutical text in all of
the merged proceedings should be rejected under
35 U.S.C. Il2, second paragraph,as being indefinite
as to the content of the claim, and thus failing to par
ticularly point out the invention.

THE PROSECUTION STAGE, AFTER MER·
GER

When prosecution is appropriate in merged pro
ceedings, a single combined examiner's action will be
prepared. Each action will contain the control nnmber
of the two proceedings on every page. A single action
cover form (having both control numbers penned in at
the top) will be provided by the examiner to the cleri
cal staff. The clerical staff will copy the action cover
form, and then use the PALM printer to print the
appropriate data (A) on the original for the first
request and (B) on the copy for the second request.
The appropriate paper number will be entered on the
action cover form for each file (these numbers will
often be different). Each requester will receive a copy
of the action and both action cover forms, with the
transmission form PTOL-465 placed on top of the
package. The patent owner will get a copy of both
action cover formsand the action itself.

When a "Notice Of Intent To Issne Reexamination
Certificate" (NIRC) is appropriate, plural notices will
be printed. Both reexamination files will then be pro
cessed. The TC should prepare the file of the concur
rent proceedings in the manner specified in MPEP
§ 2287 before release to Office of Publications.

The above guidelines should be extended to those
situations where more than two requests for reexami
nation are filed for a single patent.

PROCEEDINGS NOT MERGED

If a second request is filed where the first reexami
nation certificate will issue within 3 months from the
filing of the second request, the proceedings normally
will not be merged. If the certificate on the first reex
amination proceeding will issue before the decision
on the second request must be decided, the reexami-

nation certificate is allowed to issue. The second
request is then considered based upon the claims in
the patent as indicated in the issued reexamination
certificate rather than the original claims of the patent.
In snch situations the proceedings will not be merged.
However, it should be noted that where the second
reqnest relies on the same substantial new question of
patentability that the first reexamination proceeding
relies upon, the question as to merger should be
referred to the TC Special Program Examiner. In NO
case should a decision on the second request be
delayed beyond its 3-month deadline.

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a
paper is filed which requires payment of a fee (e.g.,
petition fee, appeal fee, brief fee, oral hearing fee),
only a single fee need be paid. For example, only one
fee need be paid for an appeal brief even though the
brief relates to merged multiple proceedings and cop
ies must be filed for each file in the merged proceed
mg.

PETITION TO MERGE MULTIPLE COPEND·
ING REEXAMINATION PROCEEDINGS

No petition to merge multiple reexamination pro
ceedings is necessary since the Office will generally,
sua sponte, make a decision as to whether or not it is
appropriate to merge the multiple reexamination pro
ceedings. If any petition to merge the proceedings is
filed prior to the determination (37 CPR 1.515) and
order to reexamine (37 CFR 1.525) on the second
request, it will not be considered but will be returned
to the party submitting the same by the TC Director.
The decision returning such a premature petition will
be made of record in both reexamination files, but no
copy of the petition will be retained by the Office.
See MPEP § 2267.

While the patent owner can file a petition to merge
the proceedings at any time after the order to reexam
ine (37 CFR 1.525) on the second request, the better
practice is to include any such petition with the patent
owner's statement under 37 CFR 1.530, in the event
the TC Director has not acted prior to that date to
merge the multiple reexamination proceedings. If the
requester of any of the multiple reexamination pro
ceedings is not the patent owner, that party may peti
tion to merge the proceedings as a part of a reply
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pursuant to 37 CFR 1.535 in the event the TC Director
has not acted prior to that date to merge the multiple
proceedings. A petition to merge the multiple pro
ceedings which is filed by a party other than the
patent owner or one of the requesters of the reexami
nation will not be considered but will be returned to
that party by the TC Director as being improper under
37CFR 1.550(e).

All decisions on the merits of petitions to merge
multiple reexamination proceedings will be made by
the TC Director (or to the TC Special Program Exam
iner, if the TC Director delegates it to him or her).

2284 Copending Reexamination and
Interference Proceedings

37 CFR 1.565. Concurrent office proceedings which
include an ex parte reexamination proceeding.

(a) In an ex parte reexamination proceeding before the
Office.rrhe patent owner must inform the Office of any prior or
concurrent proceedings in which the patent is or was involved
such -as interferences, reissues, ex parte reexaminations; inter
partes reexaminations, or litigation and the results of such pro
ceedings. See § 1.985 for notification of prior or concurrent pro
ceedings in an inter partes reexamination proceeding.

*****
(e) -If a patent in the process of ex parte reexamination-is or

becomes involved in.an.interference. the Commissioner may sus
pend the reexamination or the _interference. The Commissioner
will not consider a request to suspend an interference unless a
motion (§ 1.635) to suspend __the interference has been presented
to, and denied by, an administrative patent judge, and the request
is filed within ten (10) days of -a declsion by -- an administrative
patent judge denying the motion for suspension or such other time
as the administrative patent judge may set. For concurrent inter
partes reexamination and interference of a patent, see § 1.993.

37 CFR 1.660. Notice ofreexamination, reissue, protest, or
litigation.

(a) When a request for reexamination of a patent involved in
an interference is filed, the patent owner shall notify the Board
within 10 days of receiving notice that the request was filed.

*****

A patent being reexamined in a reexamination pro
ceeding may be involved in an interference proceed
ing with at least one application, where the patent and
the application are claiming the same patentable
invention, and at least one of the application's claims
to that invention are patentable to the applicant. See
MPEP § 2306.

The general policy of the Office is that a reexami
nation proceeding will not be delayed, or stayed,
because of an interference or the possibility of an
interference. The reasons for this policy are (A) the
relatively long period of time usually required for
interferences and (B) the requirement of 35 U.S.C.
305 that all reexamination proceedings be conducted
with "special dispatch" within the Office. In general,
the Office will follow the practice of making the
required and necessary decisions in the reexamination
proceeding and, at the same time, going forward with
the interference to the extent desirable. Decisions in
the interference will take into consideration the status
of the reexamination proceeding and what is occur
ring therein. The decision as to what actions are taken
in the interference will, in general, be taken in accor
dance with normal interference practice.

It must be noted that although a patent being reex
amined via a reexamination proceeding may become
involved in an interference proceeding, the reexami
nation proceeding itself can never be involved in an
interference proceeding. See 35 U.S.C. 135subsec
tion (a) which states that "[w]henever an application
is made for a patent which, in the opinion of the Com
missioner, would interfere with any pending applica
tion, or with any unexpired patent, an interference
may be declared" (emphasis added). The reexamina
tion proceeding is neither an application nor a patent.

ATTEMPTING TO PROVOKE AN INTERFER
ENCE WITH A PATENT INVOLVED IN A RE
EXAMINATION PROCEEDING

When an amendmentseeking to provoke an inter
ference with a patent involved in a reexamination pro
ceeding is filed in a pending application, applicant
must comply with 37 CPR 1.607(a) and (c), including
identifying the patent under reexamination with which
interference is sought. See MPEP § 2307. Upon
receipt of such an amendment, .the examiner must
notify the owner of the patent pursuant to 37 CFR
1.607(d)). Form paragraph 23.20 may be used to so
notify applicant; see MPEP § 2307.06. The corre
sponding application claims may be rejected on any
applicable ground including, if appropriate, the prior
art cited in the reexamination proceeding. See MPEP
§ 2307.02. Prosecution of the application should con
tinue as far as possible; if the application is placed in
condition for allowance and still contains claims
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which interfere with claims of the patent under reex
amination, then an interference should ordinarily be
proposed between the application and the patent. The
examiner must notify the Office of Patent Legal
Administration (OPLA) before proposing the interfer
ence, and such an interference may not be proposed
unless authorized by OPLA.

If the interference is not authorized (e.g., resolution
of an issue in the reexamination proceeding is neces
sary to the interference), further action on the applica
tion should be suspended until the certificate on the
reexamination proceeding has been issued. Form
paragraph 23.16 may be used to notify applicant of
the suspension.

Once the reexamination certificate has issued, the
examiner should review the certificate to see if it
makes any changes in the patent claims and then eval
uate whether the patent still contains claims which
interfere with claims of the application. If the claims
do interfere, then the examiner should propose an
interference. See MPEP § 2309.02.

If the claims do not interfere, then the examiner
should so notify the owner of the patent pursuant to
37 CFR 1.607(d). Form paragraph 23.21 may be used;
see MPEP § 2307.06.

MOTIONIREQUEST TO SUSPEND INTERFER
ENCE PENDING THE OUTCOME OF A REEX
AMINATION PROCEEDING

A motion under 37 CFR 1.635 to suspend an inter
ference pending the outcome of a reexamination pro
ceeding may be made at any time during the
interference by any party thereto. The motion must be
presented to the administrative patent judge who will
decide the motion based on the particular fact situa
tion. However, no consideration will be given such a
motion unless and until a reexamination order is
issued, nor will suspension of the interference nor
mally be permitted until after any motions have been
disposed of. If the motion under 37 CPR 1.635 is
denied by the administrative patent judge, a request to
stay the interference may be made to the Commis
sioner under 37 CPR 1.565(e).

It is noted that the 37 CPR 1.644(a)(2) petition
might appear to overlap the 37 CFR 1.565(e) request
to stay an interference; however, 37 CFR 1.644(b)
states that "[aJ petition under paragraph (a)(2) of this
section shall not be filed prior to the party's brief for

final hearing (see § 1.656)." The request to stay an
interference under 37 CPR 1.565(e) is thus not cov
ered by 37 CFR 1.644(a)(I)-(3); and 37 CFR 1.565(e)
provides an additional aspect of relief to the public.

A request to stay an interference under 37 CFR
1.565(e) will be decided by the Chief Administrative
Patent Judge of the Board of Patent Appeals and
Interferences.

ACTION PURSUANT TO 37 CFR 1.641

Normally, examiners should not have to alert the
administrative patent judge of the need for action
under 37 CFR 1.641 while the reexamination pro
ceeding is pending. Rather, examiners should rely on
the parties of the interference to file a notice under
37 CFR 1.660. See also the discussion in the next
paragraph.

REQUEST FOR REEXAMINATION FILED
DURING INTERFERENCE

In view of the provisions of 37 CFR 1.510(a), "Any
person may, at any time during the period of enforce
ability of a patent" file a request for reexamination.
Under 37 CFR 1.660, the patent owner must notify
the Board of Patent Appeals and Interferences that a
request for reexamination was filed, within 10 days of
receiving notice of the request having been filed.
Where it is the patent owner that files the request for
reexamination, the 10 days run from the filing date of
the request, since that is when the patent owner
"received the notice" of filing the request. Such
requests for reexamination will be processed in the
normal manner. No delay, or stay, of the reexamina
tion will occur because the requester is not a party to
the interference. If the examiner orders reexamination
pursuant to 37 CPR 1.525 and subsequently rejects a
patent claim corresponding to a count in the interfer
ence, the attention of the administrative patent judge
shall be called thereto and appropriate action may be
taken under 37 CFR 1.641.

INTERFERENCE DECLARED WIDLE REEX·
AMINATION PROCEEDING IS ONGOING

Under 37 CFR 1.565, the patent owner in a reexam
ination proceeding before the Office is required
to notify the Office when the patent being
reexamined becomes involved in an interference. To
do so, the patent owner must file in the reexamination
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proceeding a paper giving notice of the interference
proceeding. The requirements of 37 CFR 1.565, and
of 37 CFR 1.660 (see the preceding paragraph), are
designed to keep the Office and the appropriate par
ties informed of activity which is relevant to reexami
nation and interference proceedings and, to the extent
possible, to eliminate procedural surprise.

PETITION TO STAY REEXAMINATION PRO
CEEDING BECAUSE OF INTERFERENCE

Any petition to stay a reexamination proceeding,
because ofan interference, which is filed prior to the
determination (37 CFR 1.515) and order to reexamine
(37 CFR 1.525) will not be considered, but will be
returned to the party submitting the same. The deci
sion returning such a premature petition will be made
of record in the reexamination file, but no copy of the
petition will be retained by the Office. A petition to
stay the reexamination proceeding because of the
interference may be filed by the patent owner as a part
of the patent owner's statement under 37 CPR 1.530
or subsequent thereto. If a party to the interference,
other than the patent owner, is a requester of the reex
amination, that party may petition to stay the reexami
nation proceeding as a part of a reply pursuant to
37 CPR 1.535. If .the other partyto the interference is
not the requester, any petition by that party is
improper under 37 CFR 1.550(e) andwill not be con
sidered. Any such improper petitions will be returned
to the party submitting the same. Premature petitions
to stay the reexamination proceedings, i.e., those filed
prior to the determination (37 CFR 1.515) andorder
to reexamine (37 CPR 1.525), will be returned by.the
Technology Center (TC) Director as premature. Peti
tions to stay filed subsequent to. the date of the order
for reexamination will be referred to the OPLA for
decision. All decisions on the merits of petitions to
stay a reexamination proceeding because of an inter
ference will be made in the OPLA.

ACTION IN INTERFERENCE FOLLOWING
REEXAMINATION

If one or more claims of a patent which is involved
in an interference are canceled or amended by the
issuance of a reexamination certificate, appropriate

action will be taken by the administrative patent judge
under 37 CPR 1:641.

Upon issuance of the reexamination certificate, the
patent owner must notify the administrative patent
judge thereof.

2285 Copending Reexamination
and Reissue Proceedings

37 CFR 1.565, Concurrent office proceedings which
include an ex parte reexamination proceeding.

*****

(d) If a reissue application and an ex parte reexamination
proceeding on which an order pursuant to § 1.525has been mailed
are pending concurrently on a patent, a decision will normally be
made to merge the two proceedings or to suspend one ofthe two
proceedings: Where merger of a reissue .. application and an ex
parte reexamination proceeding is ordered, the merged exarnina
tion will be conducted in accordance with §§ 1.171 through 1.179,
and the patent owner will, be' required to' place and maintain the
same claims in the reissue application and the ex parte reexamina
tion -proceeding during the: pendency of the merged proceeding.
The examiner's, actions and respons~s" by the patent owner in a
merged proceeding will apply to both the reissue application and
the ex parte reexamination proceeding and be physically entered
into both files. Any ex parte reexamination proceeding merged
with a reissue application shall be terminated by the grant of the
reissued patent. For merger of a reissue application and an' inter
partes reexamination, see § 1.991.

*****

The general policy of the Office is that a reissue
application examinationand a reexamination proceed
ing will not be conducted separately at the same time
as to a particular patent. The reason for this policy is
to permit timely resolntion of both proceedings to the
extent possible and to prevent inconsistent, and possi
bly conflicting, amendments from being introduced
into the two proceedings on behalf of the patent
owner. Accordingly, if both a reissue application and a
reexamination proceeding are pending concurrently
on a patent, a decision will normally be made (A) to
merge the two proceedings or (B) to stay one of the
two proceedings. The decision as to whether the pro
ceedings are to be merged, or which proceeding (if
any) is to be stayed is made in the Office of Patent
Legal Administration (OPLA). See In re Onda,
229 USPQ 235 (Comm'r Pat. 1985).
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TIME FOR MAKING DECISION ON MERG
ING OR STAYING THE PROCEEDINGS

A decision whether or not to merge the reissue
application examination and the reexamination pro
ceeding, or to stay one of the two proceedings, will
not be made prior to the mailing of an order to reex
amine the patent pursuant to 37 CFR 1.525. Until
such time as reexamination is ordered, the examina
tion of the reissue application will proceed. A deter
mination on the request must not be delayed because
of tbe existence of a copending reissue application,
since 35 U.S.C. 304 and 37 CPR 1.515 require a
determination within 3 months following the filing
date of the request. See MPEP § 2241. If the decision
on the request denies reexamination (MPEP § 2247),
the examination of the reissue application should be
continued. If reexamination is ordered (MPEP
§ 2246), the reexamination file, the reissue applica
tion, and the patent file should be delivered to the
OPLA promptly, following the mailing of the decision
ordering reexamination. The delivery of the files to
the OPLA should not be delayed awaiting the filing of
any statement under 37 CPR 1.530 and any reply
under 37 CFR 1.535, or the expiration of the time for
same.

If a reissue application is filed during the pendency
of a reexamination proceeding, the reexamination file,
the reissue application, and the patent file should be
delivered to the OPLA as promptly as possible after
the reissue application reaches the Technology Center
rrci

The decision on whether or not the proceedings are
to be merged, or which proceeding (if any) is to be
stayed, will generally be made as promptly as possible
after receipt of all of the files in the OPLA. Until a
decision is mailed merging the proceedings or staying
one of the proceedings, the two proceedings will con
tinue and be conducted simultaneously, but separately.

The Office may in certain situations issue a certifi
cate at the termination of a reexamination proceeding,
even if a copending reissue application or another
reexamination request has already been filed.

CONSIDERATIONS IN DECIDING WHETHER
TO MERGE THE PROCEEDINGS OR WHETH
ER TO STAY A PROCEEDING

The decision on whether to merge the proceedings
or stay a proceeding will be made on a case-by-case

basis based upon the status of the various proceed
ings. Due consideration will be given to the finality of
the reexamination requested.

A. Reissue About To Issue, Reexamination Re
quested.

If the reissue patent will issue before the determina
tion on the reexamination request must be made, the
determination on the request should normally be
delayed until after the granting of the reissue patent;
and then the determination should be made on the
basis of the claims in the reissue patent. The reexam
ination, if ordered, would then be on the reissue patent
claims rather than the original patent claims. Since the
reissue application would no longer be pending, the
reexamination would be processed in a normal man
ner.

Where a reissue patent has been issued, the deter
mination on the request for reexamination should spe
cifically point out that the determination has been
made on the claims of the reissue patent and not on
the claims of the original patent. Any amendment
made in the reexamination proceeding should treat the
changes made by the reissue as the text of the patent,
and all bracketing and underlining made with respect
to the patent as changed by the reissue, If a reissue
patent issues on the patent under reexamination after
reexamination is ordered the next action from the
examiner in the reexamination should point out that
further proceedings in the reexamination will be based
on the claims of the reissue patent and not on the
patent surrendered. Form paragraph 22.05 may be
used in the Office action.

'I 22.05 Reexamination Basedon Reissue Claims
In view of the surrender of original Patent No. [1] and the

granting of Reissue Patent No. [2] which issued on [3], all subse
quent proceedings in.this reexamination will be based on the reis
sue patent.claims.

Where the reissue patent has issued prior to the fil
ing of a request for reexamination of the parent patent,
see MPEP §2258.

B. Reissue Pending, Reexamination Request
Filed.

Where a reissue patent will not be granted prior to
the expiration of the 3-month period for making the
determination on the reexamination request, a deci
sion will be made as to whether the proceedings are to
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be merged,or which proceeding (if any) is to be
stayed, after an order to reexamine has been issued.
The general policy of the Office is to merge the more
narrow reexamination proceeding with the broader
reissue application examination whenever it is desir
able to do so in the interests of expediting the 'conduct
of both proceedings, In making a decision on whether
or not to merge the two proceedings, consideration
will be given to the status of the reissue application
examinationat the time the order to reexamination the
patent pursuant to 37 CFR 1.525 is mailed. For exam
ple, if examination of the reissue application has not
begun, orif a rejection by the primary examiner has
not been appealed to the Board of Patent Appeals and
Interferences pursuant to 37 CFR 1.191, it is likely
that the OPLA willorder a merger of the .reissue
application examination and the reexamination pro
ceeding. If, however, the reissue application is, on
appeal to theBoard of Patent Appeals and Interfer
ences or the, courts, that fact would be considered in
making a decision whether to merge the proceedings
or stay one of the proceedings. See In re Stoddard,
213 USPQ 3.86 (Comm'r Pat. 1982); andIn re Scragg,
215 USPQ 715 (Comm'r Pat. 1982).

If such.a merger of the proceedingsis ordered, the
order merging the proceedings will also require that
the pateut owuer place the same claims in the reissue
application and in the reexamination proceeding for
purposes of the merged proceedings. An amendment
may be required to be filed to do this within a speci
fied time set in the order merging the proceedings.

If the reissue' application examination has pro"
gressed to a point where a merger of the two proceed
ings is not desirable at that time, then, the
reexamination proceeding will generally be stayed
until the reissue application examination is complete
on the issues then pending. After completion of the
examination on the issues then pending in the reissue
application examination, the stay of the reexamination
proceeding will be removed and the proceedings
either merged or the reexamination proceeding will be
conducted separately if the reissue application has
become abandoned. The reissue application examina
tiou will be reopened, if necessary, for merger of the
reexamination proceediug therewith.

If a stay of a reexamination proceeding has been
removed following a reissue application examination,
the first Office action will be given a shortened statu-

tory period for response of I month unless a longer
period for response clearly is warranted by the nature
of the examiner's action. The second Office action
will normally be final and also have a I-month period
for response. These shortened periods are considered
necessary to prevent undue delay in terminating the
proceedings and also to proceed with "special dis
patch" in viewof the earlier stay.

If the reissue application examination and the reex
amination proceeding are merged,' the issuance of the
reissue patent will also serve as the certificate under
37 CFR 1.570 and the reissue patent will so indicate.

C. Reexamination Proceedings Underway, Reis
sue Application Filed.

When a reissue application is filed after a reexami
nation proceeding has begun following an order there
for,the reexamination, patent, and the reissue files
should be forwarded to the OPLA for consideration as
to whether or notto merge the proceedings or stay one
proceeding.

Where reexamination has already been ordered
prior to the filing of a reissue application, the follow
ing factors may.be considered in.deciding whether to
merge the proceedings or stay one proceeding:

(A) The status of the reexamination proceeding:
FOr example, consideration will be given as to
whether a statement and reply have been. received, a
first Office action has been mailed, a final rejection
has been given, or printing of certificate has begun;

(B) The nature and scope of the reissue applica
tion: For .example, consideration will be given as to
whether the issues presented in the proceedings are
the same. overlapping, or completely separate; and
whether the. reissue claims are broadened or are
related to issues other than rejections based on patents
or printed publications.

CONDUCT OF MERGED REISSUE APPLICA·
TION EXAMINATION AND REEXAMINATION
PROCEEDINGS

Where the merger decision indicates that the patent
owner .is given I month to provide a housekeeping
amendment (to place identical amendments in all
files), the files will be held in storage to await submis
sion of the amendment. After the amendment is
received, it will be processed by the technical support
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staff and the file returned to the examiner, to issue an
Office action. Where the merger decision indicates
that an Office action will follow, the files are returned
to the examiner immediately after the decision, to
issue the action.

Once the files are returned to the examiner for issu
ance of an Office action, the examiner should prepare
an Office action at the most advanced point possible
for the first proceeding. Thus, if the first proceeding is
ready for a fiual rejectiou and the second proceeding
does uot provide any new information which would
call for a new ground of rejection, the examiner
should issue a final rejection for the merged proceed
ing.

In the event that a housekeeping amendment is
required by the merger decision (to place identical
amendments in all files) but is not timely submitted,
any claim that does not contain identical text in all of
the merged proceedings should be rejected under 35
U.S.c. 112, paragraph 2, as being indefinite as to the
content of the claim, and thus failing to particularly
point out the invention.

If a reissue application examination and a reexami
nation proceeding are merged, the merged examina
tion will be conducted on the basis of the mles
relating to the broader reissue application examina
tion. Amendments should be submitted in accordance
with the reissue practice under 37 CFR 1.121(h) and
37 CFR 1.173; see MPEP § 1453. The examiner,
in examiuing the merged proceeding, will apply the
reissue statute, rules, and case law to the merged pro
ceeding. This is appropriate in view of the fact that
the statutory provisions for reissue applications and
reissue application examination include provisions
equivalent to 35 U.S.C. 305 relating to the conduct of
reexamination proceedings.

In any merged reissue application and reexamina
tion proceeding, each Office action issued by the
examiner will take the form of a single action which
jointly applies to both the reissue application and the
reexamination proceeding. Each action will contain
identifying data for both the reissue application and
the reexamination proceeding, and each action will be
physically entered into both files, which will be main
tained as separate files.

Any response by the applicant/patent owner in such
a merged proceeding must consist of a single
response, filed in duplicate for entry in both files (or

provide multiple copies if there are multiple reexami
nation proceedings being merged with a reissue appli
cation), and service of copy must be made on any
third party reexamination requester. A copy of all
Office actions will be mailed to the third party reex
amination requester but not to any other third party.

If the applicant/patent owner in such a merged pro
ceeding fails to file a timely and appropriate response
to any Office action, the merged proceeding will be
terminated. The reissue application will be held aban
doned. A NIRC will be issued (see MPEP § 2287),
and the Commissioner will proceed to issue a reexam
ination certificate under 37 CFR 1.570 in accordance
with the last action of the Office, unless further action
is clearly needed in view of the difference in rules
relating to reexamination and reissue proceedings.

If the applicant/patent owner in such a merged pro
ceeding files an express abandonment of the reissue
application pursuant to 37 CFR 1.138, the next Office
action of the examiner will accept the express aban
donment, dissolve the merged proceeding, and con
tinue the reexamination proceeding. Upon dissolution
of the merged proceeding, any grounds of rejection
which are not applicable under reexamination should
be withdrawn (e.g., based on public use or sale) and
any new grounds of rejection which are applicable
under reexamination (e.g., improper broadeued
claims) should be made by the examiner. The exist
ence of any questions remaining which cannot be con
sidered under reexamination following dissolution of
the merged proceeding would be noted by the exam-.
iner as not being proper under reexamination pursuant
to 37 CFR 1.552(c).

If applicant/patent owner files a continued prosecu
tion reissue application (a CPA) under 37 CFR
1.53(d), whereby the existing reissue application is
considered to be expressly abandoned; this will most
likely result in the dissolution of the merged proceed
ing, a stay of the CPA reissue application, and sepa
rate, continued prosecution of the reexamination
proceeding.

Ifapplicant/patent owner files a request for contin
ued examination (RCE) of the reissue application
under 37 CFR 1.114 (which may be filed on or after
May 29, 2000 for an application filed on or after June
8, 1995), the reissue application is not considered to
be expressly abandoned and the merged proceeding
will continue. This is so.. because an RCE is not an
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abandonment of any application, whether it be a reis
sne application or a non-reissne application.

PETITION TO MERGE REISSUE APPLICA·
TION EXAMINATION AND REEXAMINATION
PROCEEDINGS OR TO STAY EITHER PRO
CEEDING BECAUSE OF THE EXISTENCE OF
THE OTHER

No petition to merge the proceedings, or stay one of
them, shonld be filed before an order directing reex
amination is issued because the Office will gener
ally, sua sponte, make a decision to merge the
proceedings or stay one of them. If any petition to
merge the proceedings, or to stay one proceeding
because of the other, is filed prior to the determination
(37 CPR 1.515) and order to reexamitle (37 CFR
1.525), it will not be considered, but will be returned
to the party subIllitting the same by the TC Director,
regardless of whether the petition is filed in the reex
amination proceeding, the reissue application, or both.
Thisisnecessary to prevent premature papers relating
to the reexamination proceeding from being filed.
The decision returning such a premature petition will
be made of record in both the reexaIllination file and
the reissue application file, but no copy of the petition
will be retained by the Office. See MPEP § 2267;

The patent oWnermay file a petition under 37 CFR
1.182 to merge the proceedings, or stay one proceed
ing because of the other,at the time the patent owner's
statement under 37 CFR 1.530 is filed or subsequent
thereto in the event the Office has not acted prior to
that date to merge the proceedings or stay one of
them. If the requester of the reexamination is not the
patent owner, that party may petition to merge the
proceedings, or stay one proceeding because of the
other, as a part of a reply pursuant to 37 CFR 1.535, in
the event the Office has not acted prior to that date to
merge the proceedings or stay one of them. A petition
to merge the proceedings, or stay one of them because
of the other, which is filed by a party other than the
patent owner or the requester of the reexamination
will not be considered, but will be returned to that
party by the TC Director as being improper under
37 CPR 1.550(e).

All decisions on the merits of petitions to merge the
reissue application examination and the reexaIllina
tion proceeding, or to stay one proceeding because of
the other, will be made in the OPLA. Such petitions to

merge the proceedings, Or stay one of the proceedings
because of the other, which are filed by the patent
owner or the requester after the order for reexamina
tion will be referred to the OPLA for decision.

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a
paper is filed which requires payment of a fee (e.g.,
petition fee, appeal fee, brief fee, oral hearing fee),
only a single fee need be paid. For example, only one
fee need be paid for an appeal brief even though the
brief relates to merged multiple proceedings and cop
ies must be filed for each file in the merged proceed
ing.

2286 Reeexamination and Litigation
Proceedings

37 CFR 1.565. Concurrent office proceedings which
include an ex parte reexamination proceeding.

*****
(b) If a patent in the process of ex parte reexamination is or

becomes involved in litigation, the Commissioner shall determine
whether or not to suspend the reexamination. See § 1.987 for inter
partes reexamination proceedings.

*****
35 U.S.C. 302 perIllits a request for reexaIllination

to be filed "at any time." Requests forreexamination
are frequently filed where the patent for which reex
amination is requested is involved in concurrent liti
gation. The guidelines set forth below will generally
govern Office handling of reexaIllination requests
where there is concurrent litigation in the Federal
courts.

COURT-SANCTIONED REEXAMINATION
PROCEEDING OR LITIGATION STAYED FOR
REEXAMINATION

Any request for reexaIllination which indicates
(A) that it is filed as a result of an agreement by par
ties to litigation which agreement is sanctioned by a
court, Or (Bjthat litigation is stayed for the filing of a
reexamination request will be taken up by the exam
iner for decision 6 weeks after the request was filed.
See MPEP § 2241. If reexaIllination is ordered, the
exaIllination following the statement by the patent
owner under 37 CFR 1.530 and the reply by the
requester under 37 CPR 1.535 will be expedited to
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the extent possible. Office actions in these reexamina
tion proceedings will normally set a l-month short
ened statutory period for response rather than the
2 months usually set in reexamination proceedings.
See MPEP § 2263. This I-month period may be
extended only upon a showing of sufficient cause. See
MPEP § 2265. See generally In re Vamco Machine
and Tool, Inc., 752 F.2d 1564, 224 USPQ 617 (Fed.
Cir. 1985); Gould v. Control Laser Corp., 705 F.2d
1340,217 USPQ 985 (Fed. Cir. 1983); Loffland Bros.
Co. v. Mid-Western Energy Corp., 225 USPQ 886
(W.D. Okla. 1985); The Toro Co. v. L.R. Nelson
Corp., 223 USPQ 636 (C.D. Ill. 1984); Digital Mag
netic Systems, Inc. v. Ansley, 213 USPQ 290 (W.D.
Okla. 1982); Raytek, Inc. v. Solfan Systems Inc., 211
USPQ 405 (N.D. Cal. 1981); and Dresser Industries,
Inc. v. Ford Motor Co., 211 USPQ 1114 (N.D. Texas
1981).

FEDERAL COURT DECISION KNOWN TO EX·
AMINER AT THE TIME THE DETERMINA·
TION ON THE REQUEST FOR REEXAM·
INATION IS MADE

If a Federal Court decision on the merits of a patent
is known to the examiner at the time the determina
tion on the request for reexamination is made, the fol
lowing guidelines will be followed by the examiner,
whether or not the person who filed the request was a
party to the litigation. When the initial question as to
whether the prior art raises a substantial new question
of patentability as to a patent claim is under consider
ation, the existence of a final court decision of claim
validity in view of the same or different prior art does
not necessarily mean that no new question is present,
in view of the different standards of proof employed
by the district courts and the Office. Thus, while the
Office may accord deference to factual findings made
by the court, the determination of whether a substan
tial new question of patentability exists will be made
independently of the court's decision on validity as it
is not controlling on the Office. A non-final holding
of claim invalidity or unenforceability will not be con
trolling on the question of whether a substantial new
question of patentability is present. A final holding of
claim invalidity or unenforceability, however, is con
trolling on the Office. In such cases, a substantial new
question of patentability would not be present as to
the claims held invalid or unenforceable. See Ethicon

v. Quigg, 849 F.2d 1422, 7 USPQ2d 1152 (Fed. Cir.
1988).

Any determination on a request for reexamination
which the examiner makes after a Federal Court deci
sion must be reviewed by the Techuology Center (TC)
Director to ensure that it conforms to the current
Office litigation policy and guidelines. See MPEP
§ 2240. This review by the TC Director is a proce
dural review and is uot a review of the merits of the
examiner's determination. This review may be dele
gated by the TC Director to the TC Special Program
Examiner.

For a discussion of the policy in specific situations
where a Federal Court decision has been issued, see
MPEP § 2242.

REEXAMINATION ORDERED PRIOR TO
FEDERAL COURT DECISION IN CONCUR·
RENT LITIGATION

In view of the statutory mandate to make the deter
mination on the request within 3 months, the determi
nation on the request based on the record before the
examiner will be made without awaiting a decision by
the Federal Court. It is not realistic to attempt to deter
mine what issues will be treated by the Federal Court
prior to the court decision. Accordingly, the determi
nation on the request will be made without consider
ing the issues allegedly before the court. If
reexamination is ordered, the reexamination will con
tinue until the Office becomes aware that a court deci
sion has issued. At such time, the request will be
reviewed in accordance with the guidelines set forth
below. The patent owner is required by 37 CFR
1.565(a) to call the attention of the Office to any prior
or concurreut proceeding in which the patent is
involved or was involved. Thus, the patent owner has
an obligation to promptly notify the Office that a deci
sion has been issued in the Federal Court.

FEDERAL COURT DECISION·ISSUES AFTER
REEXAMINATION ORDERED

Pursuant to 37 CFR 1.565(a), the patent owner in a
reexamination proceeding must promptly notify the
Office of any Federal court decision involving the
patent. Where the reexamination proceeding is cur
rently pending and the court decision issues, or
the Office becomes aware of a court decision relating
to a pending reexamination proceeding, the order to
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reexamine is reviewed to see if a substantial new
question of patentability is still present. If no substaIl
tial new question of patentability is still present, the
order to reexamine is vacated by the TC Director and
reexamination is terminated.

A non-final district court decision concerning a
patent under reexamination shall have no binding
effect on a reexamination proceeding.

The issuance of a final district court decision
upholding validity during a reexamination also will
have no binding effect on the examination of the reex
amination. This is because the court states in Ethicon
v. Quigg, 849F.2d 1422, 1428,7 USPQ2d 1152, 1157
(Fed. Cir. 1988) that the Office is not bound by a
court's holding of patent validity and should continue
the reexamination. The court notes that district courts
and the Office use different standards of proof in
determining invalidity, and thus, on the same evi
dence, could quite correctly come to different conclu
sions. Specifically, invalidity in a district court must
be shown by "clear and convincing" evidence,
whereas in the Office, it is sufficient to show nonpat
entability by a "preponderance of evidence." Since
the "clear and convincing" standard is harder to sat
isfy than the "preponderance" standard, deference
will ordinarily be accorded to the factual findings of
the court where the evidence before the Office and the
court is the same. If sufficient reasons are present,
claims held valid by the court may be rejected in reex
amination.

On the other hand, if the court issues afinal holding
of invalidity, that holding is binding on the Office,
then the reexamination must be discontinued. Upon
the issuance of a holding of claim invalidity or unen
forceability by a district court, reexamination of the
claims held to be invalid or unenforceable will con
tinue in the Office until the court's decision becomes
final. Upon the issuance of afinal holding of invalid
ity or unenforceability, the claims held' invalid or
unenforceable will be withdrawn from consideration
in the reexamination. The reexamination will continue
as to any remaining claims. If all of the claims are
finally held invalid or unenforceable, the reexamina
tion will be vacated by the TC Director as no longer
containing a substantial new question of patentability,
and reexamination will be terminated.

LITIGATION REVIEW AND TECHNOLOGY
CENTER DIRECTOR APPROVAL

In order to ensure that the Office is aware of prior
or concurrent litigation, the examiner is responsible
for conducting a reasonable investigation for evidence
as, to whether the patent for which reexamination is
requested has been or is involved in litigation. The
investigation will include a review of the reexamina
tion file, the patent file, and the results of the litigation
computer search by the snc.

If the examiner discovers, at any time during the
reexamination proceeding, that there is litigation or
that there has been a federal court decision on the
patent, the fact will be brought to the attention of the
TC Director prior to any further action by the exam
iner. The TC Director must review any action taken
by the examiner in such circumstances to ensure cur
rent Office litigation policy is being followed. This
review is a procedural review and is not a review of
the merits of the decision.This review may be dele
gated by the TC Director to the TC Special Program
Examiner.

FEDERAL COURT DECISION CONTROLLING
IN REEXAMINATION PROCEEDING

Once a federal court has ruled upon the merits of a
patent and reexamination is still appropriate under the
guidelines set forth above, the federal court decision
will be considered controlling and will be followed as
to claims finally held to be invalid by the court.

2287 Conclusion of Reexamination
Proceeding

Upon conclusion of the reexamination proceeding,
the examiner must prepare a "Notice oflntent to Issue
Reexamination Certificate" (NIRC) by completing
form PTOL-469. Where appropriate, an examiner's
amendment will also be prepared. Where claims are
found patentable, reasons must be given for each
claim found patentable. See the discussion as to prep
aration of an examiner's amendment and reasons for
allowance at the end of this section. In addition,
the examiner must prepare the reexamination file
so that the Office of Publications can prepare
and issue a certificate in accordance with 37 CFR
1.570 and 35 U.S.c. 307 setting forth the results of
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the reexamination proceeding and the content of the
patent following the proceeding. See MPEP § 2288.

If it is the intent of the examiner to find any
claim(s) patentable (confirmed or allowed) in con
cluding the reexamination proceeding, the examiner
will so inform hislher supervisory patent examiner
(SPE). The SPE will convene a patentability review
conference (see MPEP § 2271.01), and the conference
members will review the patentability of the claim(s).
If the conference confirms the patentability of the
claim(s), a NIRC shall be issued and signed by the
examiner, with the two other conferees initialing the
NIRC (as "conferee") to indicate their participation in
the conference. Both conferees will initial, even
though one of them may have dissented from the 3"
party conference decision on the patentability of the
claim(s). If the conference does not confirm the pat
entability of the claim(s), a NIRC will not be issued
by the examiner; rather, the examiner will issue an
appropriate Office action rejecting the claim(s), not
confirmed as patentable.

A patentability review conference is not to be held
as to any claim that was in the case (proceeding) at the
time the case was reviewed by the Board of Patent
Appeals and Interferences (Board) or a federal court.
The following example will serve to illustrate this
point. In a reexamination proceeding, claims 5-10 are
allowed by the examiner, and claims 1A are rejected.
The rejection of claims 1-4 is then appealed to the
Board. The Board reverses the rejection of claims 1-4
and imposes a new ground of rejection of claims 1-4
under 37 CFR 1.196(b). The patent owner then elects
further prosecution before the examiner pursuant to
37 CFR 1.196(b)(I) and submits an amended set of
claims 1-4. The examiner finds amended claims 1-4 to
be allowable and wishes to "allow" the entire case by
issuing a NIRC. A patentability review conference
must be held at this stage of the proceeding. The con
ferees will review the allowance of amended claims
1-4. The conferees will not, however, review the
allowance of claims 5-10, because claims 5-10 were
in the case, and before the Board at the time the Board
decided the appeal.

A patentability review conference is not to be held
where the proceeding is to be concluded by the can
cellation of all claims.

Thus, a patentability review conference must be
held in each instance where a NIRC is about to be

issued, unless the NIRC is being issued: (A) following
and consistent with a decision by the Board of Patent
Appeals and Interferences (or court) on the merits of
the proceeding; or (B) as a consequence of the patent
owner's failure to respond or take other action where
such a response or action is necessary to maintain
pendency of the proceeding and, as a result of which
failure to respond, all of the claims will be canceled.

A NIRC informs the patent owner and any third
party requester that the reexamination proceeding has
been terminated. The rules do not provide for an
amendment to be filed in a reexamination proceeding
after prosecution has been terminated. The provisions
of 37 CFR 1.312 do not apply in reexamination. Any
amendment, information disclosure statement, or
other paper related to the merits of the reexamination
proceeding filed after prosecution has been terminated
must be accompanied by a petition under 37 CFR
1.182 to have the amendment considered.

Normally the title of the invention will not need to
be changed during reexamination. If a change of the
title is necessary, the patent owner should be notified
of the need to provide an amendment changing the
title as early as possible in the prosecution as a part of
an Office action. If all of the claims are found to be
patentable and a NIRC has been or is to be mailed, the
examiner may change to the title of the invention
only by an examiner's amendment. Changing the title
and merely initialing the change is not permitted in
reexamination.

If all of the claims are disclaimed in a patent under
reexamination, a certificate under 37 CFR 1.570 will
be issued indicating that fact.

In preparing the reexamination file for publication
of the certificate, the examiner must review the reex
amination and patent files to be sure that all the appro
priate parts are completed. The review should include
completion of the following items:

(A) the "Reexamination Field of Search" and the
"Search Notes" - to be sure the filewrapper is filled
in with the classes and subclasses that were actually
searched and other areas consulted;

(B) the "Claim No. For 0.0." box - to be sure
that a representative claim which has been reexam
ined is indicated for publication in the Official
Gazette;

(C) the "Drawing Fig. For Certificate and For
0.0." box - to be sure that an appropriate drawing
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figure is indicated for printing on the certificate cover
sheet and in the Official Gazette;

(D) the "Litigation Review" box - to be sure
that the Office is aware of prior or concurrent litiga
tion;

(E) the face of the file - to be sure that the nec
essary data is included thereon;

(F) the "Index of Claims" box - to be sure the
status of each claim is indicated and the final claim
numbers are indicated; and

(G) the bibliographic data sheet reprint - to be
sure thatthe dataincluded thereon is correct, and the
blank spaces have been initialed.

The claims or claims should be selected in accor
dance with the following instructions:

(A) The broadest claim should be selected;
(B) Examiners should ordinarily designate but

one claim on each invention, although when a plural
ity of inventions are claimed in one application, addi
tional claims up to a maximum of five may be
designated for publication. In the case of reexamina
tion, the examiner must select only one claim;

(C) A dependent claim should not be selected
unless the independent claim from which it depends is
also printed. In the case where a multiple dependent
claim is selected, the entire chain of claims for one
embodiment should be listed. In the case of reexami
nation, a dependent patent claim may be selected
where the independent original patent claim has been
canceled; in such a case, the dependent claim would
be printed while the independent claim would not be
printed; and

(D) In reissue applications, the broadest claim
with changes or the broadest additional reissue claim
should be selected for printing.

When recording this information in the box pro
vided, the following items should be kept in mind:

(A) Write the claim number clearly in black ink;
(B) If multiple claims are selected, the claim

numbers should be separated by commas; and
(C) The claim designated must be referred to by

using the renumbered patent claim nnmber rather than
the original application claim number.

The examiner must in all cases either fill out (A)
the Issuing Classification portion on the face of the

reexamination file wrapper where such portionis con
tained on the face of the file wrapper, or (B) a blue
issue slip form PTO-270 or design issue slip form
PTO-328 if no Issuing Classification portion is con
tained on the face of the reexamination file wrapper.
The current international classification and U.S. clas
sification must be inserted for both the original classi
fication and all cross-references. Completion of the
Issuing Classification portion on the face of the reex
amination file wrapper or the issue slip is required,
even if all of the claims are canceled.

If any new cross-references are added, the exam
iner must order a copy of the patent by using form
PTO-14Band place the copy in the search file so that
the certificate may be attached thereto when it issues.
The formPTO-14B should separately be forwarded
by the Technology. Center (TC) to the appropriate
location and should not be attached to the checklist
(PTO-1516) or otherwise included in the file when the
file is forwarded by the TC to the Office of Patent
Legal Administration (OPLA) for review pursuant to
MPEP§ 2289.

If the patent owner desires the names of the attor
neys or agents to be printed on the certificate, a sepa
rate paper limited to this issue which lists the names
and positively states that they should be printed on the
certificate must be filed. A mere power of attorney or
change of address is not a request that the name
appear on the certificate.

If a proper paper has been submitted by the patent
owner indicating the names of the attorneys or agents
to be published on the certificate, that paper should be
physically placed on top of the other papers in the
center of the reexamination file at the conclusion of
the proceedings.

The examiner must also complete a checklist, form
PTO-1516, for the reexamination file which will be
forwarded to the Office of Publications identifying:

(A) Any amendments to the abstract and descrip
tion;

(B) Any amendments to the drawings;

(C) Any terminal disclaimer or dedication filed
during reexamination;

(D) Any certificate(s) of correction to the patent;

(E) The patentability of claim(s)__ (and) __
is confirmed;

August 2001 2200-116



CITAnON OF PRIOR ARTAND EX PARTE REEXAMINAnON OF PATENTS 2287

(F) Claim(s) __ (and) __ was (were) previ
ously canceled. (Relates to a prior proceeding);

(G) Claim(s) __ (and) __ was (were) previ
ously disclaimed;

(R) Claim(s) __ (and) __ is (are) now dis
claimed;

(I) Claim(s) __ (and) __, having been
finally determined to be unpatentable, is (are) can
celed;

(J) Claim(s) __ (and) __ is (are) deter
mined to be patentable as amended. (Note: these
claim(s) to be printed on certificate.);

(K) Claim(s) __ (and) __, dependent on an
amended claim, is (are) determined to be patentable.
(Note: to be used for claims which are not amended.
Amended claims must be listed in J above);

(L) New claim(s) __ (and) __ is (are) added
and determined to be patentable. (Note: these claim(s)
to be printed on certificate.);

(M)Claim(s) __ (and) __ was (were) not
reexamined;

(N) Other (identify claims and status) _
and

(0) Any decision of the U.S. Patent and Trade
mark Office, federal court or other forum which may
affect the validity of the patent but which have not
been considered during reexamination.

A clean copy of the patent being reexamined should
also be provided to be forwarded out of the TC with
the file. The clean copy of the patent can be obtained
from the TC'printer for printing copies of patents; the
copy of the printed patent found in the patent file
should not be used as the "clean copy" to be placed in
the reexamination file. The examiner should inspect
the title report in the file (usually paper two or three).
If the title report indicates a title in the inventors, but
the patent copy shows an assignment to an assignee, a
telephone call can be made to the patent owner, and
the patent owner can be asked to submit a statement
under 37 CFR 3.73(b) indicating that title is in the
assignee (i.e., it has not reverted back to the inven
tors). See MPEP § 320.

After the examiner has prepared the NIRC and
attachments for mailing, completed the review and
preparation of the case as discussed above, and com
pleted the Examiner Checklist form PTOL-1516, the
reexamination and patent files will. be given to the
reexamination clerk. The reexamination clerk will

complete the Reexamination Clerk Checklist form
PTO-1517. The reexamination clerk will revise and
update the files. The clerk should check to see if.any
changes in especially:

(A) the title;
(B) the inventor;
(C) the assignee;
(D) the continuing data;

(E) the foreign priority;
(F) the address of the owner's attoruey; and
(G) the requester's address

have been properly entered on the face of the reexam
ination and patent files and properly entered in the
PALM data base. After the clerk has finished hislher
processing, he or she will forward the reexamination
file, the patent file, the clean copy of the patent, the
Examiner Checklist-Reexamination PTO-1516, and
the Reexamiuation Clerk Checklist PTO-1517 to the
TC Special Program Examiner for review. After
approval by the TC Special Program Examiner, the
reexamination clerk will mail the NIRC with attach
ments and forward the reexamination file with the
patent file to the OPLA (see MPEP § 2289), which
will ultimately forward same to the Office of Publica
tions for printing.

REEXAMINATION PROCEEDINGS IN WIDCR
ALL THECLAIMS ARE CANCELED

There will be instances where all claims in the reex
amination proceeding are to be canceled, and a NIRC
will be issued indicating that fact. This would occur
where the patent owner fails to timely respond to an
Office action, and all live claims in the reexamination
proceeding are under rejection. It would also occur
where all live claims in the reexamination proceeding
are to be canceled as a result of a Board decision
affirming the examiner, and the time for appeal to the
court and for requesting reconsideration or modifica
tion has expired.

Prior to canceling the claims and issuing the NIRC,
the examiner should telephone the patent owner to
inquire if a timely response, timely appeal, etc., was
filed with the Office so as to make certain that a
timely response has not been misdirected within the
Office. Where the patent owner indicates that no such
filing was made, or where the patent owner cannot be
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reached, the examiner will proceed to issue a NIRC
terminating prosecution.

As an attachment to the NIRC, the examiner will
draft an examiner's amendment canceling all live
claims in the reexamination proceeding. In the exam
iner's amendment, the examiner should point out why
the claims have been canceled. For example, the
examiner might make one of the two following state
ments, as appropriate:

"Claims 1-5 and 6-8 were subject to rejection in the
lastOffice action mailed 9/9/99. Patent owner failed to
timely respond to that Office action. Accordingly claims
1-5 and 6-8 have been canceled. See 37 CFR 1.550(d)
and MPEP § 2266."

"The rejection of claims 1-5 and 6-8 has been affirmed
in the Board decision 'of 9/9/99, and no timely appeal to
the court has been filed. Accordingly claims'1-5 and 6-8
have been canceled."

If the patent owner was reached by telephone and
indicated that there was no timely filing (as discussed
above), the attachment to the NIRC will make the
telephone interview of record.

In order to cancel the live claims, brackets should
be placed around all the live claims. All other claims
in the proceeding should have previously been either
replaced or canceled.

The examiner will designate a cancelled original
patent claim, to be printed in the Official Gazette, on
the file wrapper in the appropriate place for the claim
chosen.

REEXAMINATION REMINDERS

The following items deserve special attention. The
examiner should ensure they have been correctly
completed or followed before passing the case for
issue.

(A) All patent claims must be examined. See
MPEP § 2243.

(B) No renumbering of patent claims is permitted.
New claims may require renumbering. See MPEP
§ 2250.

(C) All amendments to the description and claims
must conform to requirements of 37 CFR 1.530(d)-G).
This includes any changes made by Examiner's
Amendment. If a portion of the text is amended more
than once, each amendment should indicate all of the
changes (insertions and deletions) in relation to the

current text in the patent under reexamination. See
MPEP § 2250.

(D) The prior art must be listed on a PTO-892 or
PTO-1449 form. These forms must be properly com
pleted. See MPEP § 2257.

(E) The examiner and reexamination clerk check
lists PTO-1516 and PTO-1517 must be entirely and
properly completed. A careful reading of the instruc
tions contained in these checklists is essential. The
clerical checklist is designed as a check and review of
the examiner's responses on the examiner checklist.
Accordingly, the reexamination clerk should person
ally review the file before completing an item, The
reexamination clerk should check to make certain that
the responses to all related items on both checklists
are in agreement.

(F) Multiple pending reexamination proceedings
must be merged. See MPEP § 2283.

(G) Reasons for patentability and/or confirmation
are. required for each claim found patentable. See
below.

(H) There is no issue fee in reexamination. See
MPEP § 2233.

(I) The patent claims may not be amended nor
new claims added after expiration of the patent. See
MPEP§2250.

(J) Original drawings cannot be 'physically
changed. All drawing amendments must be presented
on new sheets. The examinermay have the draftsper
son review the new sheets of drawings if the examiner
would like the draftsperson's assistance in identifying
errors in the drawings. A draftsperson's "stamp" to
indicate approval is no longer required on patent
drawings, and these stamps are no longer to be used
by draftspersons. See MPEP § 2250.01.

(K) An amended or new claim may not enlarge
the scope of the patent claims. See MPEP § 2250.

EXAMINER'S AMENDMENT

Where it is necessary to amend the patent in order
to place the proceeding in condition to issuance of a
reexamination certificate, the examiner may request
that the patent owner provide the amendment(s), or
the examiner may make the amendments, with the
patent owner's approval, by a formal examiner's
amendment. If the changes are made by an examiner's
amendment, the examiner's amendment must comply
with the requirements of 37 CPR 1.530(d)-Gl in
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amending the patent. Thns, the examiner's amend
ment requires presentation of the full text of any para
graph or claim to be changed, with the 37 CFR
1.530(f) markings. The exception for examiner's
amendments set forth in 37 CFR 1.121(g) does not
apply to examiner's amendments in reexamination
proceedings. See MPEP § 2250.

Where an examiner's amendment is prepared, Box
7 of form PTOL-469 (Notice of Intent to Issue Reex
amination Certificate) is checked, and form paragraph
22.06 is used to provide the appropriate attachments.

'Jl 22.06 Examiner's Amendment Accompanying Notice oj
Intent To Issue Reexamination Certificate

An examiner's amendment to the record appears below. The
changes made by this examiner's amendment will be reflected in
the reexamination certificate to issue in due course.

[II

REASONS FOR PATENTABILITY AND/OR
CONFIRMATION

Reasons for patentability must be provided, unless
all claims are canceled in the proceeding. Box 2 of
form PTOL-469 is checked, and the reasons are pro
vided as an attachment. In the attachment to the
NIRC, the examiner should indicate why the claims
found patentable in the reexamination proceeding are
clearly patentable over the cited patents or printed
publications. This is done in a manner similar to that
used to indicate reasons for allowance in an applica
tion. See MPEP § 1302.14. Where the record is clear
as to why a claim is patentable, the examiner may
refer to the particular portions of the record which
clearly establish the patentability of that claim.

The reasons for patentability are set forth on form
PTOL-476, entitled "REASONS FOR PATENTABIL
ITY AND/OR CONFIRMATION." Original patent
claims found patentable are designated as "con
firmed" claims, while new claims and amended patent
claims are designated as "patentable" claims. How
ever, in setting forth reasons, the examiner may use
"patentable" to refer to any claim that defines over the
cited patents or printed publications. There is no need
to separate the claims into "confirmed" and "patent
able" categories.

As an alternative to form PTOL-476, the examiner
may use form paragraph 22.16.

'Jl 22.16 Reasons For Patentability and/or Confirmation
STATEMENT OF REASONS FOR PATENTABILITY AND!

OR CONFIRMATION
The following is an examiner's statement of reasons for patent

ability and/or confirmation of the claims found patentable in this
reexamination proceeding: [1]

Any comments considered necessary by PATENT OWNER
regarding the above statement must be submitted promptly to
avoid processing delays. Such submission by the patent owner
should be labeled: "Comments on Statement of Reasons for Pat
entability andlor Confirmation" and will be placed in the reexami
nation file.

Examiner Note:
This form paragraph may be used as an attachment to the

Notice of Intent to Issue Reexamination Certificate, PTOL-469
(item number 2).

Obviously, where all claims are canceled in the pro
ceeding, no reasons for patentability are provided.

2288 Issuance of Reexamination
Certificate

35 U.S.c. 307. Certificate ojpatentability, unpatentability,
and claim cancellation.

(a) In a reexamination proceeding under this chapter, when
the time for appeal has expired or any appeal proceeding has ter
minated, the Director will issue and publish a certificate canceling
any claim of the patent finally determined to be unpatentable, con
firming any claim of the patent determined to be patentable, and
incorporating in the patent any proposed amended.or new claim
determined to be patentable.

*****
37 CFR 1.570. 1ssuance oj ex parte reexamination
certificate after ex parte reexamination proceedings.

(a) Upon the conclusion of ex parte reexamination proceed
ings, the Commissioner will issue an ex parte reexamination cer
tificate in accordance with 35 U.S.c. 307 setting forth the results
of the ex parte reexamination proceeding and the-content of the
patent following the ex parte reexamination proceeding.

(b) An ex parte reexamination certificate will be issued in
each patent in which an ex parte reexamination proceeding has
been ordered under § 1.525 and has not been merged with any
inter partes reexamination proceeding pursuant to § 1.989(a). Any
statutory disclaimer moo by the patent owner will be made part of
the ex parte reexamination certificate.

(c) The ex parte reexamination certificate will be mailed on
the day of its date to the patent owner at the address as provided
for in § 1.33(c). A copy of the ex parte reexamination certificate
will also be mailed to the requester of the ex parte reexamination
proceeding.

(d) If an ex parte reexamination certificate has been issued
which cancels all of the claims of the patent, no further Office pro
ceedings will be conducted with that patent or any reissue applica
tions or any reexamination requests relating thereto.
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(e) If the ex parte reexamination proceedingis terminated by
the grant of a:reissued patentas provided in. § 1.565(d),.thereis
sued patent will constitute the ex parte reexamination certificate
required by this section and35 U.S.C. 307.

(f) A notice of the issuance of each ex parte reexamination
certificate under this section will be published in the Official
Gazette on its date of issuance.

Since abandonment is not possible in a reexamina
tion proceeding, a reexamination certificate will be
issued at the conclusion of the proceeding in each
patent in which a reexamination proceeding has been
ordered under 37 CPR 1.525 except where thereex
amination has been terminated by the grant of a reis
sue patent on the same patent.

Where the reexamination is terminated for a failure
to timely respond to an Office action, see MPEP
§ 2266.

The reexamination certificate will set forth the
results of the proceeding and the content of the patent
following the reexamination proceeding. The certifi
cate will:

(A) cancel any claims determined to be unpatent
able;

(B) confirm any patent claims determined to be
patentable;

(C) incorporate into the patent any amended or
new claims determined to be patentable;

(D) make any changes in the description approved
during reexamination;

(E) include any statutory disclaimer filed by the
patent owner;

(F) refer to unamended claims which were held
invalid on final holding by another forum on grounds
not based on patents or printed publications;

(G) refer to any patent claims not reexamined;
(H) be mailed on the day it is dated to the patent

owner at the address provided for in 37 CPR 1.33(c)
and a copy will be mailed to the third party requester;
and

(I) refer to patent claims, dependent on amended
claims, determined to be patentable.

If a certificate issues which cancels all of the claims
of the patent, no further Office proceedings will be
conducted with regard to that patent or any reissue
application or reexamination request directed thereto.
See 37 CFR 1.570(d).

If a reexamination proceeding is terminated by the
grant of a reissued patent as provided for in 37 CPR

1.565(b), the reissued patent will constitute the reex
amination certificate required by 35 U.S.C. 307 and
this section. See 37 CPR 1.570(e).

A notice of the issuance of each reexamination Cer
tificate will be published in the Official Gazette on its
date of issuance in a format similar to that used for
reissue patents. See 37 CFR 1.570(f) and MPEP
§ 2291.

2289 Reexamination Review

All reexamination cases are monitored and
reviewed in the Technology Center (TC) by the Office
of the TC Special Program Examiner (includes SPRE,
paralegal or other technical support who might be
assigned as backup) at several stages during the pros
ecution. In order to ensure that SPREs are aware of
the reexamination cases in their TCs, a pair of termi
nal-specific PALM flags have been created which
must be set by the SPRE before certain PALM trans
actions can be completed. First, when a new reexami
nation request enters the TC, a SPRE must set a
PALM flag before. a docketing transaction will be
accepted. By having to set this first flag, the SPRE is
made aware of the assignment of the reexamination
case to the TC and can take steps, as may be appropri
ate, to instruct the examiner on reexamination-spe
cific procedures before the determination process
begins, as well as throughout the period that the
examiner is handling the proceeding. Second, the
SPRE must set a second PALM flag before the reex
amination file can be given a reexamination termi
nated status and sent to the Office of Publications,
thereby ensuring that the SPRE is informed.when the
reexamination case is being processed for Notice of
Intent to Issue Reexamination Certificate (NIRC) so
the SPRE may be able to conduct a final review of the
file, if appropriate.

After leaving the TCs, all reexamination cases go
through a screening process currently performed in
the Office of Patent Legal Administration (OPLA) for
obvious errors and proper preparation in order to issue
a reexamination certificate. A patentability review is
made in a sample of reexamination cases by the
Office of Quality Review. The screening process and
the patentability review are appropriate vehicles for
correcting errors, identifying problem areas and rec
ognizing trends, providing information on the unifor
mity of practice, and providing feedback to the TCs.
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2290 Format of Certificate

The reexamination certificate is formatted much the
same as the title page of current U.S. patents. The cer
tificate is titled "Reexamination Certificate" and
includes the patent number of the original patent pre
ceded by the "kind code" letter "B" and the number of
the reexamination proceeding of that patent, or the
patent number of the original patent followed by the
"kind code" letter "C" and the number of the reexami
nation proceeding of that patent. The '.'kind code" des
ignation "B" was used on reexamination certificates
published prior to January 2, 2001, and the "kind
code" designation "C" appears on reexamination cer
tificates published on or after January 2, 2001. 'Thus..a
first reexamination certificate for a patent includes the
designation "B 1" or "C I" in addition to the patent
number, and a second reexamination certificate for the
same patent includes the designation "B2".or "C2" in
addition to the patent number.

Since January 2, 2001, the "kindcode" designa
tion "B" has been used to designate patents, and it is
no longer used on reexamination certificates. See
MPEP § 901.04(a) for a complete list of the kind
codes used by the United States Patent and Trademark
Office.

The certificate denotes the date the certificate was
issued at INID code [45] (see MPEP § 901.04). The
title, name of inventor, international and U.S. classifi
cation, the abstract, and the list of prior art documents
appear at their respective INlD code. designations,
much the same as is presently done in utility patents.

The primary differences, other than as indicated
above, are:

(A) the filing date and number of the request is
preceded by "Reexamination Request;"

(B) the patent for which the certification is now
issued is identified under the heading "Reexamination
Certificate for"; and

(C) the prior art documents cited at INID code
[56] will be only those which are part of the reexami
nation file and cited on forms PTO-1449 (and have
not been crossed out because they were not consid
ered) and PTO-892.

Finally, the certificate will specify the claims which
were confirmed as patentable and the claims which
were canceled. Any new claims will be printed in the
certificate completely in italics, and any amended
claims will be printed in the certificate with italics and
bracketing indicating the amendments thereto. Any
prior Court decisions will be identified, as well as the
citation of the court decisions.
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[IiI Bl 4,182,460
[45) Certificate Issued oct. 19, 198ZHolk,Jr. et al,

REEXAMINATION CERTIFICATE (24th)

United States Patent [19)

[$4) LEVER AcrION TAB SYSTEM FQREASY .
OPENING ENDS

[7') Inventors: A1bertJ. Hulk, Jr., Frankfort;
Arnold R.Bolk, Chicago. both
of III.

[73) Assignee: The Contlneolal Group, hie., NeW
York,N.Y.

Reaamillatlon Request
No. 90/000,076, Sep. 28, 1981

a-I.atlon Certificate for:

Patent No.: 4,182,460
Issued: JlIII. 8, 1980
Allpl.No.: 656,388
Fded: JuI. 27.l!l67 .

['I) Int. C1' ; ; B65D 41/32
['2) u.s. C ;220/m; 220m3
['8) Field of Searcb 220126'..273

('6) Refereacell CIted

U.S. PATENT DOCUMENTS·

2,772,108 IZ/I9" PrIed.
3,089,609 . 5/1963D'Audrea.

.3,416,699 . l2/t9688021<.

Prll1lllry BJwniner-George T. Hall

['7) ABSl'RAcr
Tbia'dlsclosutc baa to do·witb aneaay opening COD
tainer end Wbereln subslantlally IbeentiRendpanelis
removed.1'heremovab1e panel. portion baa rigidly
attached thereto a pldltab :-vbicb islirst utilized .. a
lever tooblaln !helliIllaI ruplW'e of !he and panel·and
Ihen as a bandle to tear out the removable panel
portion-. The ~0vable panel. portion Is provided
witb I wakeningOne immediately adjacent Ibecon
nectionbetWecn!he pull lib aad theremovable panel
portion ror !he purpose oftirst venting Ibe interior of
I CQDlaIDer and then fOl'llling a hinge wbichwiD
permjt!he nee • "'y pivoting of the pull tab relative
toIbeeudpanel.

37
7J

J8..
, -,. ~JP. a.. ) 2: 52 i '1 ,...

j~ 1& J1

JS
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B1 4,182,460
1 2

ends directed away from said [weakeuing] _re line
REEXAMINATION CERTIFICATE starling portion for preventing the accidental Iearing

ISSUED UNDER 35 U.S.C. 307. out of a narrow 1X!rtion only ~f Kid renK?vable panel
portion between said [weakenms]_re hnes.

THE PATENT IS HEREBY AMENDED AS 5 14. Tbe container end of claim II wherein said
INDICATED BELOW. """'" line [of weakening] includes a generally U-

Matter enclooed In beaYj' braeke"~ In !be shaped central portion and diverlPna edjacent por-'
paleD\, bnt baa been dcleted and Is no I_r a ,.rt of tiOM .
!be patent; mailer printed In Italics indicates IddItions 15. The lIISCI!'b1y. of clalm I wherein said rem~v-
made to lbe pateRt. 10 able panel portion .. defined by a accond _,. line

[of weakening] formed separate and apart from the
AS A RESULT OF REEXAMINATION, IT HAS flnt-mentioned ...". line [of wOakening], and said

BBBN DBTERMINED THAT: IICO<. Ii.... [of weakening) define an intetmediate
. . • atrap-like hinge strip.

Tbe patentabIlity of cl..ms 1-10. 16, 18. 19 and 21- IS 17. In a container, the oombination of:
54 is confirmed. a container wall of abeet materia1;

a lim II:OH line [of weakness] in said container
C1aima II-IS. 17 and 20 are determined to be pat- wall derIDing a tear strip manually removable

eatable as amended: therefrom;
11. In a container end including an end panel de- 20 a second II:OH line [of weak.....] in said con-

fined by an upstanding chuck wall. a [weakeaing] tainer wall edjacent said flilt "",re line [of
"",re line formed in said end panel and defining a weakness] and' dermiag a binge, said binge
removable panel portion. said [weakeaing] """'" line being spaced' Iiom said lint II:OH line [of
inclnding a starting portioo disposed closely acljaeent woakneaa] by a portioa of said tear atrip;
said cbuck wall. a pull tab having a noac for engaging 25 a _Ie tab lying at least partialy within !be
said panel along said [weakening] $COJ'f line starting ...... of aid tear atrip, aid tab having a handle
portion for effecting the ruputre of aid panel in the end and a force applying end with the force
removal of 'aid panel portion, and securing means applying end lying at a preselected location
securing said pull tab to aid panel; the improvement closely 8l\lacent said forst "",re line [of weak-
comprising said securing meBJIS rigidly securing said 30 Dest]; and
pull tab to BOid panel portion and including hinge m.... IntegrDI with said tear strip for securing
forming means in 'aid removable panel portion for said tab to aid tear atrip, movement of said
facilitating the hinging oC aid pull tabre1ative to aid bandlo end oC.saId tab urging said Coreeapply_
end panel to rupture said end panel along.saId [weak- ing end firmly against said container wall .to
eainiJ score line starting portion. as cauae hinged movement of aid portion of said

12. The container end of claim 11 wberein said container waD about aid binge to iniliate aav-
binga Corming means includes a generally Q-abapod .......,. of the tear strip along said f....t :reore
[weakening] score line opening towards said [weak- line [of weakness].
eoina] score, line starting portion. _ 20. A combination, as defined in daim 18 wherein

13. The container end or· claim 11 wherein said 40 said hinge lies intc:rmediate'uid 1ut mentioned means
binge forming means includes a generally U.....pod and said lirst...".line [of weakness] and 'aid prose-
[weakening] score line opening towards said [weak- lected location is on said tear strip.
ening] score line starting po~ion and having tenninal • • • • •

4S

so
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(12) REEXAMINATION CERTIFICATE (4368th)
United States Patent (10) Number: lJS 5,506,049 Cl
Swci ct al. (45) Ccrtificatc Issucd:May 29,2001

Related U,S, Application Data

(54) PARTICULATE FILLED COMPOSITE FILM
AND METHOD OF MAKING SAME

( *) Notice: 'This patent is subject -to a terminal dis
claimer.

Reexamination Request:
No. 90/005,295, Mar. 16, 1999

ABSTRACT

7/1960 Evans er al.
4/1961 Infantino et al.

12/1966 Iannicelli.

5/1987 (EP).
5/1994 (EP).
7/1968 (GB).
4/1984 (GB).
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(List continued on next page.)
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0198375
0598464

1119260
2071112

6-263464
WO 90/02102
WO 95107177

A particulate filled fl.uoropolymeric matrix composite article
and method of making the same is presented. Preferably, the
article comprises an electrical substratecrriaterial. The
method formaking the particulate filled polymeric matrix
composite film-includes mixing a polymeric 'matrix material
with a dispersion of 'particulate filler in. a carrier liquid to
form a casting composition and adjusting the viscosity of the
casting composition' to retard separation of the particulate
fillerfrom the composition. A layer of the viscosity-adjusted
casting composition is cast on a substrate and the layer is
consolidated to form the particulate filled polymer: matrix
composite film. Films made by the method include very thin,
e.g. less tban 1.0 mil, fl.uoropolymeric matrix films highly
filled with very small diameter, preferably spherical, par
ticles for use as, e.g. dielectric substrate materials in laminar
electrical circuits.

FOREIGN PATENT DOCUMENTS

(57)

"Production Refinement of Very Thin Teflon Film". Ameri
canMachine and Foundry Co, Stamford.tCf; Mar., 1963.
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US 5,506,049 Cl
2

• • • * •

THE PATENT IS HEREBYAMENDED AS
INDICATED BELOW.

1
REEXAMINATION CERTIFICATE

ISSUED UNDER 35 U.S.C. 307

Claims 1-40 are cancelled.

Malter enclosed In heavy brackets [ I appeared In the
patent, bnt bas been deleted andls no longer a part ofthe
patent; matter printed In Italics indicates additions made
to the patent,

AS A RESULT OF REEXAMINATION, IT HAS BEEN
DETERMINED THAT:

processing, and wherein a surfactant is added to said
castingcompositionto'modifythe surface tensionojthe
carrierliquidso that the carrier liquid weu the filler
particles.

5 42. The circuit material ofclaim 41, wherein the fluo-
ropolymercomprisespolytetrafluoroethylene.

43. The circuit material of claim 41, wherein the fluo
ropolymercomprisespolychlorotri/luoroethylene.

44. The circuit material of claim 41, wherein the fluo
10 ropolymercomprises acopolymer oftetraftuoroethyleneand

a numomer selectedfrom' the group consisting of hexafluo
ropropylene and perfluoroalkylvinyethers.

45. The circuit material of claim 41, wherein the fluo
15 ropolymercomprisesa copolymer oftetrafhlOroethylene and

a monomer selected from' the group consisting of
. . vinylidenejluuride, vinyl fluoride and ethylene.

New claims 41-53 are added and determined to be 46 The . 't " I ,r I' 41 h . th fluat bl . arcta rnaena 0, c aun ,w eretn e 0-

p enta e. ropolymercomprisesa copolymerofchlorotrifluoroethylene

41. A particulate filledfluoropolymeric matrix eomposite zo and a monomer selected from the group ~onsisting of
. 't -"' . I . .. hexafiuoroprapylene, perfiuoroalkylvinyletkers,

ctrcui maieruu. compnsrng: . lideneiiuorid . I flu id d th I.. .. ... . . .. vmy ...,OC:'J....on e, vmy or e, an e y ene.
(1) an electric su~strate mcluding a nonjihnllated fluo- 47. The circuitmaterial ofclaim 41, whereinthe substrate

ropolymer matnx a~ abo~t ~5 to about 95 volume comprisesa film having a thicknessofless than about 2 mil.
perce;zt fi~ler particles d~tnbuted .througho~t the 25 48. The circuitmaterial ofclaim 41, whereinthe substrate
malT~ sa"! particles havmg a maxlmumeq~valent comprises a film having a thickness of less than about 1 mil.
sphe.nealdlflmet."': of!esstha~ about 10 IU'" said filler 49. The circuit material of claim 41 wherein said metal
particles co'!'Pnslng uwrganu: filler parncles. "!ated comprises copper.
Wfth a coa~ng se.lecred from t!'t group ~OnslSting of 50. The circuit material ofclaim 41, wherein each o/the
~lane coatings, zlrconate coattngs, and titanate coat- 30 filler particles has an equivalent spherical diameter ofless
rn~ t~5~

(2) a layerofmetal beingdisposedon at least one surface 51. The circuit material ofclaim 41, whereinnone of the
of said substratej and filler particles has a single linear dimension greater than 10

(3) said substratebeingformed by a castingcomposition, JUII.
wherein the viscosity of said casting Composition is 35 52. The circuit material of claim 41, wherein none ofthe
adjusted bya polymerk viscositymodifierto adjust the filler particles has a single linear dimension greater than 5
viscosity of the casting composition to retard separa- um.
lion of the particulate filler from the composition to 53. The circuit material of claim 41, wherein all of the
provide a stabilized, homogeneous casting filler particles are of substantially the same particle size.
composition, said polymeric viscosity modifier being
substantially removed after the completion of
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2291 Notice of Certificate Issuance
in Official Gazette

The Official Gazette notice will include biblio
graphic information, and an indication of the status of
each claim after the termination of the reexamination
proceeding. Additionally, a representative claim will
be published along with an indication of any changes
to the specification or drawing.

2292 Distribution of Certificate

A copy of the reexamination certificate should be
stapled to each copy of the patent in the search files. A
copy of the certificate will also be made a part of any
patent copies prepared by the Office subsequent to the
issuance of the certificate.

A copy of the certificate will also be forwarded to
all depository libraries and to those foreign offices
which have an exchange agreement with the U.S.
Patent and Trademark Office.

2293 Intervening Rights

35 U.S.c. 307. Certificate ofpatentability, unpatentability,
and claim cancellation.

*****

(b) Any proposed amended or new claim determined to be
patentable and incorporated into a patent following a reexamina
tion proceeding will have the same effect as that specified in sec
tion 252 of this title for reissued patents OD the right of any person
who made, purchased, or used within the United States; or
imported into the United States, anything patented by such pro
posed amended or new claim, or who made substantial prepara
tion for the same, prior to issuance.of a certificate under the
provisions of subsection (a) of this section.

The situation of intervening rights resulting from
reexamination proceedings parallels the intervening
rights situation resulting from reissue proceedings,
and the rights detailed in 35 U.S.c. 252 apply equally
in reexamination and reissue situations. See Fortel
Corp. v. Phone-Mate, Inc., 825 F.2d 1577, 3 USPQ2d
1771 (Fed. Cir. 1987); Kaufman Co., Inc. v. Lantech,
Inc., 807 F.2d 970, I USPQ2d 1202 (Fed. Cir. 1986);
Tennant Co. v. Hako Minuteman, Inc., 4 USPQ2d
1167 (N.D. Ill. 1987); Key Mfg. Group, Inc. v. Micro
dot, Inc., 679 F. Supp. 648, 4 USPQ2d 1687 (E.D.
Mich. 1987).

2294 Terminated Reexamination Files

Terminated reexamination files in which reexami
nation has been denied should be forwarded to the
Files Repository (Location Code 9200) for storage
with the patent file.

The files sent to the Files Repository must have
either (A) a certificate date and number (i.e., a Reex
amination Certificate has issued), or (B) the word
"Terminated" written in green ink on the face of the
file at the top between the word "Reexam" and the
patent number. The reexamination clerk in each Tech
nology Center (TC) should make sure that an appro
priate refund has been made before the word
"Terminated" is placed on the file, and the files sent to
the Files Repository.

2295 Reexamination of a Reexamination

This section provides guidance for the processing
and examination of a reexamination request filed on a
patent for which a reexamination certificate has
already issued. This reexamination request is gener
ally referred to as a "Reexamination of a reexamina
tion."

The reexamination request is to be considered
based on the claims in the patent as modified by the
previously issued reexamination certificate, and not
based on the original claims of the patent. Accord
ingly, when the file for the new reexamination pro
ceeding (reexamination of a reexamination) is first
received by the Technology Center (TC), the reexami
nation clerk will promptly incorporate into the reex
amination specification all of the changes to the
patent made by the issued reexamination certificate.
Such incorporation must be done prior to forwarding
the proceeding to the examiner for action.

The examiner should review the reexamination
clerk's entry of the reexamination certificate to ensure
that all certificate changes are properly entered so that
(A) the reexamination will be given on an accurate
specification and claims, and (B) the appropriate ver
sion of the patent will be printed in any future reex
amination certificate that will ultimately issue. The
examiner will issue a decision on the reexamination
request based on the patent claims (and specifica
tion) with the certificate changes entered.
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Oncereexamination is ordered, the reexamination
proceeding is conducted in accordance with 35 U.S.C.
305, 37 CFR 1.550 and MPEP § 2254 - § 2294.

PATENT OWNER'S SUBMISSION OF AMEND

MENTS:

Any amendment to the claims (or specification) of
the reexamination proceeding must be presented as if
the changes made to the patent text via thereexamina
tion certificate are a part of the original patent. Thns,
all italicized text in the certificate is considered as if
the text was present Without italics in the original
patent. Further, any certificate text placed in brackets
is considered as if it were never present in the patent
at all.

For example, an amendment in a "reexamination of
a reexamination" might include italicized text of
claim I of the reexamination certificate as underlined
(or italicized) in the copy of claim 1 submitted in the
amendment. This would indicate that text already

present in the patent (via the reexamination certifi
cate) is again being added. This would be an improper
amendment, and as such, an "informal submission."
Accordingly, the examiner would n?tify. the patent
owner that the amendment does not comply with
37 CFR 1.530. Form PTOL-475 wouldbe used to pro
vide the notification of the defect in the amendment,
and a I-month time period would be set for correction
of the defect. See also MPEP § 2266.02.

COMPLETION OF THE CHECKLISTS:

Upon conclusion of the reexamination proceeding,
the reexamination file will be processed by the TC so
that the Office of Publication can prepare and issue a
certificate in accordance with 35 U.S.c. 307 and
37 CFR 1.570. The certificate will set forth the results
of the reexamination proceeding and the content of
the patent following the proceeding. See MPEP
§.2287. The examiner will complete a checklist, Form

PTO-1516, and the reexamination clerk will complete
the reexamination clerk checklist Form PTO-1517. In
completing the checklists, the examiner and reexami-

nation clerk should keep in mind that the "patent" is
the original patent as modified by the reexamination
certificate. For example, claims canceled by the prior
reexamination certificate should be listed in Item 8 
"Claim(s) __• _ (and) __ was (were) previously
canceled." Likewisevin Item 12 of the examiner
checklist - "Claim(s) __ (and) __ is (are) deter
mined to be patentable as amended."; any claims
amended only by the prior reexamination certificate
(i.e., not further amended in the present reexamina
tion) shonld not be listed.

Each "reexamination of a reexamination" must be
reviewed by the TC Special Program Examiner and
the paralegal to ensure compliance with the above
guidelines.

2296 USPTO Forms To Be Used

The following forms must be used in reexamination
actions and processing (these forms are not repro
duced below):

(A) Order - PTOL 471

(B) General Office Action - PTOL 466

(C) Advisory Action - PTOL 467

(D) Notice re Appeal & re Defective Brief 
PTOL468

(E) NIRC- PTOL 469

(F) Transmittal of Communication to Third Party
Requester - PTOL 465

(G) Interview Summary - PTOL 474

(H) Notice of Defective Paper - PTOL 475

(I) General Reexam Communication (with SSP)
-PTOL473

(J) Clerical Checklist - PTOL 1517

(K) Examiner Checklist - PTOL 1516

A Request for Ex Parte Reexamination Transmit
tal Form, PTO/SB/57, is available on the USPTO web
site at http://www.uspto.govfor use in the filing ofa
request for reexamination; its use, however, is not
mandatory.

•••••••••••••••••••••••••••••
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2308

2306

2307.02

2307.04

2340
2341
2342
2358
2359
2360

2314 Jurisdiction Over Interference
2315 Snspension of Ex ParteProsecntion
2315.01 Suspension - Overlapping Applications
2333 Preliminary Motions - Related to Application

Not Involved in Interference
Motions, Hearing and Decision
Unpatentabflity Discovered
Addition to Interference
Final Decision
Board Recommendation
Reexamination, Reissue, Protest, or Lltigation
During Interference

2361 Termination of Interference After Judgment
2363 Action After Interference
2363.01 No Interference in Fact
2363.02 The Winning Party
2363..03 The Losing Party
2364 Entry of Amendments
2364.01 Amendments Filed During Interference
2365 Second Interference

2300.01 Introduction

35 U.S.C 135. Interferences.
(a) Whenever an application is made for a patent which; in

the opinion of .the 'Director.vwould interfere with any pending
application, 'or with-any unexpiredpatent,an interference may be:
declared and.the Director shall give notice of such declaration to
the' applicants, or applicant and patentee, as the case may be~ The
Board ofPatentAppeals and Interferences shall 'determine ques
tions ofpriority 'of the inventions and may determine questions of
patentability.'.Any final decision, if' adverse to the, claim of an
applicant, shall constitute the final refusal' by the" Patent and
Trademark Office of the claims involved, and the Director may
issue a patent to the applicarit who is adjudged the prior inventor.
A final judgment adverse-to a patentee from which no appeal or
other review has been or can be taken or had shall constitute can
cellation of tbe claims involved in the patent, and notice of such
catlcelhltiori shall be,.~ndorsed 011 copies of the patent, distributed
after such cancellation by the Patent and Trademark Office.

(b)(l) A claim which isthe same as, or for the same or sub:'
stantially the same subjectmatter' as; a claim of an issued patent
may not be made in .any application unless such a' claim .ismade
prior to one year from the.date on which the patent was granted.

(2) A claim,whi~:h is the same as, orforthe saIlleor sub
stantially the same, subject matt~r as" a claim of ~ application
published under section 122(b) of this title may be made in an
application filed,after the application is published only if the claim
is made before L year after the date on' which the application is
published,

(c) Anyagreement or understanding between parties to an
interference, including any collateral agreements referred to
therein, made in connection with or in contemplation' of the termi
nation of the interference, shall be-in writing and' a true c'opy
thereof filed in-the Patent and Trademark Office before the,termi-

2311
2312

2307.05
2307.06

2307.03

2305.03

2305.04

2305.02

2300.01 Introduction
2300.02 Provoking an Interference
2301.01 Preliminaries to an Interference
2301.01(a) In Different Technology Centers
2301.01(b) The Interference Search
2301.02 Definitions
2302 Ownership of Applications and Patents

Involved in an Interference
2303 Interference Between Applications
2303.01 Interference on Nonelected Subject Matter
2304 Applicant Requests Interference Between

Applications
2305 Examiner Suggests Claim to Applicant
2305.01 Action To Be Made at Time of Suggesting

Claims
Time Limit Set for Presenting Suggested
Claims
Suggested Claims Presented After Period for
Reply Running Agaiust Application
Suggestion of Claims, Application in Issue or
in Interference

Interference Between an Application and a
Patent

2306.0I Patent Has Filing Date Later Than Applicatiou
2307 Applicant Requests Interference With a Patent
2307.0I Presentation of Claims Corresponding to

Patent Claims Not a Reply to Last Office
Action
Rejection of Claims Corresponding.to Patent
Claims
Presentation of Claims for Interference With
a Patent. After Prosecution of Application is
Closed
Presentation of Claims for Interference With
a Patent Involved in a Reexamination
Proceeding
Corresponding Patent Claims Not Identified
Presentation of Claims for Interference with
a Patent. Patentee Must Be Notified

Interference Between an Application and a
Patent; PrimaFacie Showing by Applicant

2308.01 Patent Has Filing Date EarlierThan
Application

2308.02 Showing Under 37 CFR 1.608(b)
2309 Proposed Interference
2309.02 Preparation of Papers
2309.03 Affidavits and Declarations Retained in File
2309.06 Interfering Subject Matter in "Secrecy Order"

Cases
Declaration of Interference
Public Access to Files
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nation of the interference-as between the said :parties to the agree
ment or understanding. If any party filing the same so-requests,
the copy shall .be kept separate from the 'file of the interference,
andmade available: only to Government agencies on written
request, or to any person on a showing of good cause., Failure to
file the copy of such agreement or understanding,shall render ~:e~

manently unenforceable such agreement or understanding and any
patent of such parties involved in 'the interference or any patent
subsequently issued on any application- of' such parties vso
involved. The Director may, however, Dna showing of good cause
for failure to file within the time prescribed-permit the filing of
the agreement or understanding -during, the, six-month period sub
sequent to the termination of the interference as between the par
ties to the agreement or understanding.

The Director shall give notice to,the parties or their attorneys
of record, a reasonable time prior to said termination, of the filing
requirement of this section. If the.Director gives such notice;at a
later time, irrespective of the right to file such agreement or
understanding within the six-monthperiod on a showing of good
cause, the parties may file such ugreement or understanding
within sixty days of the receipt of such notice.

Any discretionary action of the Director underthis subsec
tion shall be reviewable under section 10 of the Administrative
Procedure Act.

(d) Parties to a patent interference, within such time as may
be specified by the Director by regulation, may determine such
contest or any .aspectthereof by arbitration. Such arbitration shall
be governed by the provisions of title 9.to the extent such title is
not inconsistent with this section. The parties shall give notice of
any arbitration award to the Director,' and such award shall, as
between the parties. to the arbitration; be dispositive of the issues
to which it relates. The arbitration award shall.be unenforceable
until such notice is given. Nothing in this subsection shall pre
clude the Director from detenniningpatentability of the invention
involved in the interference.

This chapter is designed to aid examiners in identi
fying potential interferences and in preparing to dis
cuss potential interferences with Interference Practice
Specialists and with the Board of Patent Appeals arid
Interferences. Since each interference is unique and
must be declared and decided on its own facts, any
given interference may have features that vary signifi
cantly from those discussed in this chapter.

Interferences are quite rare during patent prosecu
tion. At present, fewer than one percent of all applica
tions become involved in interferences. Consequently,
the examiner should focus on identifying wheu an
interference is necessary, not on the actual mechanics
of proposing an interference. Bach Technology Center
(TC) has at least one Interference Practice Specialist
(IPS), who has received special training in preparing
cases for an interference.The examiner should consult
with the IPS to ensure that an interference exists and

that the examiner has satisfied the requirements for
proposing an interference. See MPEP § 2309 through
§ 2309.02 regarding procedures for preparation of
interference papers by the examiner.

An interference is a proceeding, conducted before
the Board of Patent Appeals and Interferences
(Board), to determine priority of invention between a
pending application and one or more pending applica
tions and/or one or more unexpired patents. Jurisdic
tion to decide an interference is granted by 35 U.S.C.
135(a), whicbalso grants the Board discretion to
determine questions of patentability in the proceed
ing.

The United States Patent and Trademark Office
(USPfO) does not have jurisdiction to conduct inter
ferences which involve only patents, i.e., which do
not involve at least one pending application. Jurisdic
tion over those proceedings is conferred on the Fed
eral courts by 35 U.S.C. 291.

Since the Board is the body which has jurisdiction
over interferences conducted in the USPfO, the
examiner's involvement in the proceeding, once the
interference has been declared, is minimal. This chap
ter therefore is generally limited to information con
cerning those aspects of an interference, including
preliminary and subsequent proceedings, which are
within the jurisdiction of, or are relevant to, the exam
iner. It does not include the procedure which is fol
lowed before the Board during the interference.
Persons seeking information concerning that proce
dure should consult the text of the pertinent rules,
37 CFR subpart B, the notices of rulemaking and
accompanying comments adopting those rules. These
notices and comments, as well as other notices perti
nent to current interference practice and procedure,
are as follows:

Final Rule, 49FR48416 (Dec.12, 1984), 10500.G
385 (Jan.29, 1985);

Correction Notice, 50 FR 23122 (May 31, 1985),
1059 O.G 27 (Oct. 22, 1985);

Notices of Rulemaking: 52 FR13833 (Apr. 27,
1987), 1080 O.G 15 (July 14, 1987);

53 FR 23728 (June 23, 1988), 1092 O.G 26 (July
12, 1988);

54 FR 29548 (July 13, 198<), 1105 O.G 5 (Aug. 1,
1989);

56 FR 42528 (Aug. 28, 1991)*, 1136 O.G 40 (Mar.
17, 1992);
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*corrected, 56 FR 46823 (Sep. 16, 1991)
58 FR 49432 (Sep. 23, 1993), 1155 0.0. 65 (Oct.

19,1993);
60 FR 14488 (Mar. 17, 1995), 11730.0. 36 (Apr.

11, 1995);
64 FR 12901 (Mar. 16, 1999);
65 FR 56792 (Sept. 20, 2000), 1239 O.G. 125 (Oct.

17,2000);
65 FR 70489 (Nov. 24, 2000), 1241 0.0. 68 (Dec.

19,2000).
Notices: Access. to Interference Settlement Agree

ments by Government Agencies, 972 0.0. 2 (July4,
1978); Interference Practice: Response to Order to
Show Cause Under 37 CFR 1.640, 1074.0.0.4.(Jan.
6, 1987); Interference Practice: Fraud and Inequita
ble Conduct Allegations, 1074 0.0. 42 (Jan, 27,
1987); Interferences" Preliminary Motions for Judg
ment, 1118 O.G. 19 (Sep. 11, 1990); Consideration of
Fraud and Inequitable Conduct in Patent Interference
Cases, 1133 ().G. 21 (Dec. 10, 1991); Interference
Practice: Consideration of Fraud and Inequitable
Conduct (Id.); Interference Practice: Matters Relating
to Belated Preliminary Motions, 1144 0,0. 8 (Nov,
3,1992); Availability of Interference Files and Inter
ference Related Application and Patent Files, 1184
0.0. 15 (Mar. 5, 1996); Admissibilif)i.of Electronic
Records in Interferences, 12080.0. 35 (Mar. 10,
1998); Publication of Opinions and Orders Entered
by the Board of Patent Appeals and Interferences,
1217 0.0.17 (Dec. 1, 1998); Interference Practice
Interference Rules Which Require a Party to "Show
the Patentability" of a Claim, 1217 0.0.17 (Dec. 1,
1998); Interference Practice - New Procedures for
Handling Interference Cases at the Boardof Patent
Appeals and Interferences, )217 0.0. 18 (Dec. 1,
1998).

The text of the notices listed above is available on
the USPfO web page at www.uspto.gov,

2300.02 Provoking an Interference

An interference may be provoked in several differ
ent ways, depending upon the circumstances. Each of
these is covered.in detail in the subsequent sections,

(A) An interference between pending applications
may be requested by an applicant who has become
aware of another application which may be claiming
the same invention. See !VIPEP § 2303 and§ 2304. If
the applications are not claiming the same patentable

invention, it may be necessary. for the examiner to
suggest a claim in one or more of the applications. See
MPEP § 2305.

(B) An interference between a pending applica
tion and a patent is normally provoked by the appli
cant. See MPEP § 2306 - § 2308.

2301.01 Preliminaries to an Interference

An interference is an expensive and time-consum
ing proceeding. Yet, it may be necessary to determine
priority when two applicants, or an applicant and a
patentee, are claiming the same patentable subject
matter and their filing dates are so close together that
there is a reasonable possibility that the first to file is
not the first inventor; Thefac! that an application is a
reissue applicationdoes not preclude it from being
involved in an interference.

The greatest cm-e must therefore be exercised both
in the search for interfering applications and in deter
mining whether aninterference should be declared.
Also the claims. in recently issued patents; especially
those used .as references against the application
claims, should be considered for possible interference.

The question of the propriety of proposing an inter.
ference in any given case is affected by so many fac
tors that a discussion of all. of them here is
impracticable. Some circumstances which render an
interference unnecessary are hereafter noted, but each
instance must be carefully considered if serious errors
are to be avoided.

In determining whether an interference is neces
sary, a claim should be given the broadest interpreta
tion which it reasonably will support, bearing in mind
the following general principles:

(A) The interpretation should not be strained;
(B) Express limitations in the claim should not be

ignored nor should limitations be read therein;
(C) Before a claim (unless it is a patented claim)

is considered as the basis for the count of an interfere
ence, the claim should be allowable and ingood form.
No pending claim which is indefinite, ambiguous or
otherwise defective should be the basis for a count of
an interference;

(D) A claim copied from a patent, if ambiguous,
should be interpreted in the light of the patent in'
which it originated for purposes of determining
whether a party has a right to copy a claim;
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(E) An interference will not normally be insti
tuted between cases which have the same inventive
entity, or a common assignee. See 37 CFR 1.602(a).
Such cases should be treated as set forth in MPEP
§804 et seq. Also see MPEP.§ 2302; and

(F) If doubts exist as to whether there is an inter
ference, an interference should not be declared.

2301.01(a) In Different Technology
Centers

If there is a.prospectiveinterference between appli
cations assigned to different Technology Centers
(TCs), the applications should be transferred to the
TC where the controlling interfering claim would be
classified. After termination of the interference, fur
ther transfer may be necessary depending upon the
outcome.

2301.01(b) The Interference Search

The search for interfering applications must not be
limited to the class or subclass in which the applica
tion is classified, but must be extended to all Classes,
in and out of the TC, which it has been necessary to
search in the examination of the application. See
MPEP § 1302.08.

Moreover, the possibility of the existence of inter
fering applications should be kept in mind throughout
the prosecution. Where the examiner at any time finds
that two or more applications are claiming the same
invention and the examiner does not deem it expedi
ent to institute interference proceedings at that time,
the examiner should make a record of the possible
interference on the face of the file wrapper in the
space reserved for class and subclass designations,
Such notations, however, if made on the file wrapper
or drawings, must not be such as to give any hint of
the date or identity ofa supposedly interfering appli
cation. Application numbers or filing dates of con"
flicting applications must never be placed upon
drawings or file wrappers. A book of "Prospective
Interferences" should be maintained containing com
plete data concerning possible interferences and the
page and line of this book should be referred to on the
respective file wrappers or drawings. For future refer
ence, this book may include notes as to why prospec
tive interferences were not declared.

In determining whether to propose an interference,
the primary examiner must be of the opinion that an

interference exists. The examiner should consult with
an Interference Practice Specialist to confirm the
existence of interfering subject matter. See MPEP
§ 2309.

The TC Director should be consulted if it is
believed that the circumstances justify an interference
between applications neither of which is ready for
allowance.

2301.02 Definitions

37 CFR 1.601. Scope ofrules, definitions.
This subpart governs the procedure in'patent interferences in

the Patent andTrademark Office. This subpart shall be construed
to secure the just, speedy, andinexpensive determination of every
interfercncc. Tor the meaning of terms in the Federal 'Rules of
Evidenceas applied to interferences, see § 1.671(c). Unless other
wise clear from the context, thefollowing definitions apply to this
subpart:

(a) Additional discovery is discovery to which a party may
be entitled under § 1.687 in addition to discovery to wbich the
party is entitled as a matter of right under § 1.673(a) and (b).

(JJ)Affidavit means affidavit, declaration under § 1.68, or
statutorydeclarationunder28'U.S.C. §1746. A-transcript of an ex
parte deposition maybe used as an affidavit.

(c) Board means the Board of Patent Appeals and Interfer
ences.

(d) Case-in-chiefmeansthat portion of a party's case where
theparty has the burden of going forward withevidence.

(e) Case-in-rebuttal means thatportion of a party'sease
where the .party presents evidence in rebuttal to the case-in-chief
of another party.

(f) A' count defines-the interfering subject matter between
two or-moreapplicationsor between one or more applications and
one or more patents. When there is more than one, count,each
count s?all define. a separate patentable invention. AnY,claim of
an application or patentthatis designatedto correspond to a count
is a claim involved in the interference within the meaning of 35
U.S.C.t35(a)~ A claim of a patentor application that is designated
to correspond to a count andis identicalto the count is said to cor
respond' exactly to the count. A claim of a patent or application
that is designated to correspond to a count'but is not identical to
the count is said to correspondsubstantially to the count. When a
count is broader in.scope than all-claims which correspond tothe
count, the count is a phantomcount.

(g) The, effective filing, date of an application, is the filing
date ofan earlierapplication, benefit of which is accorded to the
application under 35 U.S.C.119, 120,121, or365 or, if no benefit
is accorded, the: filing date of the application.' The effective filing
date.of a patentis the filing date ofanearlier application, benefit
of which is accorded to the patent under 35 U.S.C. 119, 120, 121,
or 365 or, if no benefit is accorded, the filing date of the applica
tion whichissued as the patent.

(h) In the case of an application, filing date means the filing
date" assigned to the application. In the case of a patent, "filing
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date" means .rhefiling date assigned, jothe .application which
issued as the patent.

(i) An-interference is a proceeding instituted in the Patent
and Trademark Office before the Board todetermine any.question
of patentability and .priority of- Inventionbetween.two .or.more
parties -claiming the same- patentable invention; -An interference
may be declared between two .or more pending applications. nam
ing different inventors .when, in the. opinionof an examiner, the
applications contain claimsforthe:same patentable invention. An
interference, may be declared between one.or morepending.appll
cations. and-one-or more unexpired patents -naming different
inventors, when, in _the opinion :0£ an examiner, any application
and any unexpired patent contain claims for the same patentable
invention.

(j) An interference-in-fact exists when at least one claim of
a party that is designated to correspond toa countarid at least one
claim-of an opponent that isdesignated.to.correspond.to the count
defmethe same patentable invention. '

(k)A lead attorney or agent Is a registered.attorney or.agent
of record who is primarily.responsible for prosecuting ~;interfer-:,

ence on behalf, ofa party and, is the attorney or. agent Vih?ni,an
administrative patent judgemay contact to set times and' take
other action in the interference.

(1) A party is an applicant or patentee involved Inthe inter
ference or a legal representative oran assignee orrccord.fn.the
Patent and Trademark Office:of an applicantor patentee, involved
in an interference. Whereacts of a party are normally performed
by :an, attorney or agent, "patty" may;be :coll~trued. to mean the
attorney or agent. An in~entor isthelndividrial named asinventor
in an application involved In an interference or the individual
named as inventor in a patent-involved in an 'interference.

(m) A seniiJrparty is the party-with the earliest effective fill
ing date as to all counts or, .if there is n? party with the earliest
effective.filingdate as to all counts,theparty with the earliest fil
ingdate. Ajunior party is any other party.

(n) Invention '~~" is the Scam~ patentableinvention as, (U1

invention "B" when invention "A" is the same as (35 U.S.C. 102)
or is obvious (35'U.S.C. I03)'in view of invention "B" assuming
invention "B",is-prior art with respect to Invention "A".; Invention
"A" is a separate' patentable' invention 'with respect to invention
":8';' when.invention t'A'tis.new (35,V·S~c.:I02)and non-obvious
(35lJ.S.~. 103) in view of invention ":8" assuminginvention "B"
is prior art with respect to invention ."A",~

(0) Sworn meaDs,sworn orat'flrrned.

(p) United States means the United States ofAmerica, its' ter
ritories and possessions.

(q) Afinal decision is'adecisionawarding judgment as to all
counts. An interlocutory order is any other action taken by an
administrative patent judge or the Board in an interference,
including the notice declaring an interference.

(r) NAFTA country means .r~AFTA country as deflned.in
section 2(4)ofthe ~orthAmerican Free Trade AgreementImple
mentation Act, Pub. L. 103-182, 107 Stat.2060<;9 U.S.C. 3301).

(s). WTO member country means WTO member, country as
defined in section 2(10) of the Uruguay Ronnd Agreements Act,
Pub. L. 103-465, 10& Stat. 4&13 (19 U.S.C. 3501).

37 CFR 1.601 defines various terms used inSub
part Eof Title}7, Code of FederalRegulation, includ
ing "same patentable invention," "separate patentable
invention,". "sworn;", ."United States,"" '''final'deci';;·
sion," "interlocutory order," "NAFfA country': and'
"WTO member country." "Affidavits" include decla
rations filed under 35 U.S.C.25 and 37 CFR 1.68 as
well as statutorydeclarationsunder 28 U.S.c. 1746>
The definition "United States" is the saJlle as the defi J
t1{tion,of Vnited States in 35 U.S.C:. lOO(c}. "NAF}'A
country" .iadelined .in section 2(4) of the NAFTA
Implementation .Act, which includes United States,
Mexico and Canada. For purposes of 35 U.S.c. 104,
inventions made abroad in a NAFfA country would
include only Mexico and Canada.

The definition of "interference" permits an interfer
ence between one or more applications and one or
more patents provided it does not create an interfer
enc,e between Patents. Thus" the, revised rules follow
the policy of1Vil~pny. Yakel" 1876 C.D. 245 (Comm'r
Pat.1876) and, to the extent inconsistent therewith, <:10
not followthe policy announced in, Touvalv. New
combe, 194USPQ509 (Comm'r Pat. 1976). An inter
ference exists between two applications, or an
application and a patent, if at least one claim from
each would have anticipated or rendered obvious the
subject matter of at least one claim of the other. The
test is analogous to a statutory or obviousness type
double patenting analysis. Note that the claims need
not be identicalin language or scope for an interfer
ence to exist. See Aelony v. Ami, 547 E2d566, 192
USPQ 486 (CCPA 1977) (finding an interference
where the claims did not even overlap).

A "count" defines interfering subject matter. An
interference may,have two countsonly if the second
count defines,a "separate patentable invention" from
the first count. The reason the second count must
define a separate patentable invention is to permit the
USPTO to lawfully issue separate patents to different
parties in an interference when a single party does not
prevailas to all counts. A,"separate patentableinven
tion" is defined in 37 CFR 1.60l(n):

Invention "A" is, a separate .patesuable inventi(),1Jwith
respect to inyention "B" when invention' ','A" is new
(35 U.S.C. 102) and non-ohvious (35 U.S.C. 103) in vie",
of invention "B" assuming invention "B" is prior art with
respect to invention "A".
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2302 Ownership of Applications and
Patents Involved in an Interference

37 CFR 1.602. Interest-in applications and patents
involved in an interference.

(a) Unless-good cause is:shown,an interference' shall not'be
declared Of. continued between (1) applications owned by a single
party or (2) applications andan unexpired patent owned bya sin
gle party.

~) The parties,' within 20" days afte~: all, intFrf~rence ,'_ ,is
declared, shall notify the"B?ard of any andallright, title,.and
interest in any application or patent involved 'or'relied uponin the
interferenceunless the' ,right/title; .and interest is'set .forth in' the
notice declaring the interference,

(c) If a change of any right, title, and.interestin any applica
tion or patent involved or relied uponin the interference occurs
after notice is given declaring the interference and before the time
expires for: seeking judicial review' of a 'final decision of the
Board, the parties shall notify the. Board of the change within 20
days after the change,

37CFR1.602 continuesthe previousU'Sf'Tt'Lprac-:
tice (former 37 CFR 1.201(c))ofnot ded~ng .orcon
tinui~g an interference between (A) two or more
applications owned by the same party ()r(B) an appli
cation and a patent owned by a single party unless
good cause is shown. A corporation and its wholly
owned subsidiary are considered a "single party"
within the meaning of 37 CFR1.602(a).

COMMON OWNERSHIP

Where applications by different inventive entities
but of common ownership claim the same subject
matter or subject matter that is not patentably differ
ent:

(A) Interference therebetween is normally not
instituted since there is no conflictof interest. Elimi
nation of conflicting claims from all exceptoneappli
cation should usually be required. 37· CFR 1.78(c).
The common assignee must determine the application
in which the conflicting .• claims are properly placed.
Treatmentby rejection is setforth inMPEP§804.03.

(B) Where an interference with a third party is
found to exist, the commonly owned application hav
ing the earliest effective filing date will be placed in
interference with the third party. The. cOmmon
assignee may move during the interference utlder
37 CFR 1.633(d) to substitute the other commonly
owned application, if desired.

2303 Interference Between Applications

37 CFR 1.603. .Interference between applications; subject
matter oftheinterference.

Before -an interference, is declared between two or more appli
cations;' the examiner must be of the opinion that there isinterfer
ing subject matter claimed in the applications which is patentable
to 'each 'applicant subject to a.judgment in the interference. 'The
interfering' subject-matter shall be defined by one or mote counts.
Eachapplicationmust contain, or be amended to contain, at least
one claim that is patentable over the prior art and corresponds to
each-count. All-claims in the applications which define the same
patentableinvention as -a count shall be' designated to'correspond
to the count

Where. two or more applications are found to be
claiming the same patentable invention, they may be
put in interference, dependent on the status of the
respective applications and the difference between
theirfiling dates. One of the applications should be in
condition for allowance. Unusual circumstances may
justify an exception to this if the approval of the TC
Director is obtained.

Interferences will not be declared between pending
applications if there is a difference of more than
3 months intheeffectivefilin~dates_ofthe oldest and
the n~xt oldest applications, in the case of inventions
of a. simple character, or a difference of more than
6 months in the effective filing dates of the applica
tions in other cases, except in exceptional situations,
as determined and approved by the TC Director. One
such exceptional situation would be where one appli
cation has the earliest effective filing date based on
foreign priority and theother applicationhitsthe earli
est effective United States filing date. If an interfer
ence is to be declared, all applications having the
interfering subjectmattershouldbe identified.

Before proposing an interference, it is essential that
the examinermake certain that each of the applica
tions contains a claim to. the sat11e patentable inven
tion (as de~ned in 37 CFR 1.601(n)) and that each of
those claims is clearly readable upon the disclosure of
that party and allowable in its application. See Rowe v.
Dror, 112 F.3d 473, 479, 42 USpQ2d 1550, 1554
(Fed. Cir. 1997).

If the applications each contain at least one claim
drawn to the same patentable invention
(37CFR 1.601(n)), the examiner proceeds to propose
the interference; otherwise, one or more claims must
be suggested to some orall of the parties. See MPEP
§ 2305. Since two applications do not have to contain
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an identical claim in order to be placed in interfer
ence, the suggestion of a claim should not normally be
necessary.

2303.01 Interference on Nonelected
Subject Matter

Where the subject matter found to be allowablein
one applicati?n is disclosed and claimed in another
application, but the claims therein to such subject
matter are either nonelected or subject to election, the
question of interference should be considered. The
requirement of 37 CFR 1.601(i) that the conflicting
applications shall contain claims for the same patent
able invention should be interpreted as meaning gen
erally that the conflicting claimed subject matter is
sufficiently supported in each application and is pat
entable to each applicant over the prior art. The statu
tory requirement of first inventorship should be given
primary emphasis and every effort should be made to
avoid prematurely issuing a patent where there is an
adverse claimant.

Following are illustrative situations where the
examiner should take action toward instituting inter
ference:

(A) Application filed with claims to divisible
inventions I and II. Before action requiring restriction
is made, examiner discovers another application hav
ing claims to invention I.

The situation is not altered by the fact that a
requirement for restriction had actually been made but
had not been repliedto. Nor is the situation materially
different if an election of noninterfering subject rnat
ter had been made without traverse but no action
given on the merits of the elected invention.

(B) Application filed with claims to divisible
inventions I and Hand in reply to a requirement for
restriction, applicant traverses the same and elects
invention I. Examiner gives an action on the merits of
I. Exatuiner subsequently finds an application to
another containing allowed claims to invention Hand
which is ready for issue.

The situation is not altered by the fact that the
election is made without traverse and the nonelected
claims possibly canceled.

(C) Application filed with generic claims and
claimed species a, b, c, d, and e. Generic claims
rejected and election of a single species required.

Applicant elects species a, but continues to urge
allowability of generic claims. Examiner finds
another application claituing species b which is ready
for issue.

An interference may be proposed even though the
generic claims in the fITSt application are not allow
able.

(D) Application filed with generic claims and
claims to five species and other species disclosed but
not specifically .claimed, Exatuiner finds another
application the disclosure and claims of which are
restricted to one of the unclaimed species and have
been found allowable.

The prosecution of generic claims is taken as indi
cation of an intention to cover all species disclosed
which come Under the generic claim.

In all the above situations, the applicant hasshown
an intention to claim.the subject matter which is actu
ally being claimed in another application. These are to
be distinguished from situations where a distinct
invention is claimed in one application but merely
disclosed in another application without evidence of
an intent to claim the same. The question of interfer
ence should not be considered in the latter instance.
However, if the application disclosing but not claim
ing the invention is senior, and the junior application
is ready for issue, the matter should be discussed with
the TC Director to detertuine the action to be taken.

2304 ApplicantRequests Interference
Between Applications

37 CFR 1.604. Request for interference between
applications by an applicant.

(aY An applicant may seek to have an interference declared
withanapplication of another by;

(l) Suggesting a proposed count and presenting atleast
one .claim corresponding to· the proposed count or identifying.at
leastone claim.in its application that corresponds to theproposed
count,

(2) Identifying the other application and, if known, a
claim- in the other application which'corresponds to the proposed
count,and

(3) Explaining why an interference should be declared.
(b) When. an applicant presents .. a claim known to the.appli

cantto define the samepatentable invention claimedin a pending
application .of another, the applicant shall .identify that
pending application, unless the claim is presented in response to a
suggestionby 'the examiner. The examiner shall notify the Com
missioner of anyinstance whereit appears an applicant may have
failed to comply-with the provisions of this paragraph.
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See MPEP § 2309 through § 2309.02 regarding
procedures for preparation of interference papers by
the examiner. If the applicant presents a new claim to
provoke an interference with a published application,
the examiner should determine whether the new claim
is barred under 35 U.S.C. 135(b)(2). Note the one
year from publicatiou date limitation found in
35 U.S.c. 135(b) regarding applications published
under 35 U.S.C. 122(b).

2305 Examiner Suggests Claim
to Applicant

37 CFR 1.605. Suggestion of ciaim to applicant by
examiner.

(a) If no claim in an application is drawn to the same patent
able invention claimed in another application 'or patent,' theexam
iner may suggest that an applicant present a claim drawn to an
invention claimed in another application orpatent for thepurpose
of an interference with another application or a patent. "Ihe appli
cant to whom the claim is suggested shall amend the application
by presenting the, suggested claim within a time specifiedby the
examiner, not less thanone month. Failureor refusal of an appli
cant to timely present the suggested claim shall be takenwithout
further action as a disclaimer by the applicant of the invention
definedby thesuggestedchum. At the time the suggestedclaim is
presented, the applicant may also call the examiner's attention to
otherclaims already in the application or presented with the sug
gested claim and explain why the other claims would be more
appropriate to be designated to correspond to a count in any inter
ference which may be declared.

(b) The suggestion of a claim by the examinerfor the pur
pose of an interference will not stay the periodfor responseto any
outstanding Office action. When a suggested claimis timely pre
sented, ex parte proceedings in the application -will be stayed
pending a determination of whether an interference will be
declared.

While the claims of two or more applications may
not be identical, if they are directed to the same pat
entable invention, as defined in 37 CPR 1.601(n), an
interference exists. See MPEP § 2303. Therefore, it
should be emphasized that it should not be necessary
to suggest a claim to an applicant in most situations. If
an applicant is not claiming the same patentable
invention as another applicant, the examiner, in decid
ing whether to suggest a claim or claims to the first
applicant, should bear in mind that mere disclosure by
an applicant of an invention which he or she is not
claiming does not afford a ground for suggesting to
that applicant a claim for the said invention based
upon claims from another application that is claiming
the invention. The intention of the parties to claim the

same patentable invention, as expressed in the sum
mary of the invention or elsewhere in the disclosure
or in the claims, is essential to declaring an interfer
ence or suggesting interfering claims in every
instance.

The question of what claim or claims to suggest in
the interfering application is one of great importance,
and failure to suggest claims that will clearly define
the matter in issue leads to confusion and to prolonga
tion of the contest.

Before deciding what claim or claims to suggest to
an applicant, .the examiner should decide what the
count or counts of the prospective interference will
be, keeping in mind that the count must be patentable
over the prior art and defme the parties' common
invention. The claim suggested to the applicant need
not be identical to the prospective count, but rather
should be the broadest claim within the scope of the
prospective count which the applicant's disclosure
will support, and which is otherwise patentable to the
applicant. In general, only one claim should be sug
gested for each prospective count. Moreover, if the
other application has been published, the examiner
should ensure that the suggested claim is not barred
under 35 U.S.C. 135(b)(2).

Under 37 CPR 1.605, timely filing of an amend
ment presenting a claim suggested by the examiner
for purposes of an interference would stay ex parte
proceedings in the application in which the claim is
presented pending a determination by the examiner of
whether an interference will be declared. Also under
37 CPR I.605(a), when an examiner suggests a claim,
the applicant will be required to copy verbatim the
suggested claim. At the time the suggested claim is
copied, however, the applicant may also (A) call the
examiner's attention to other claims already in the
application or which are presented with the copied
claim and (B) explain why the other claims would be
more appropriate to be designated to correspond to a
count in any interference which may be declared.

A reply to the examiner's suggestion of a claim is
not complete unless it includes an amendment adding
the exact claim suggested to the application. Even
though the applicant may consider the suggested
claim unpatentable, too narrow, or otherwise unsuit
able, it must be presented; otherwise, the invention
defined by the suggested claim is considered to be
disclaimed. The applicant must make known any such
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objections to the examiner, and may at the same time
present other claims, or caIl the examiner's attention
to other claims already in the application, and explain
why those claims wonld be more appropriatelydesig
nated to correspond to a count in the interference.The
examiner may thendetennine whether the applicant's
alternatively proposed claims are more appropriate
than the claim suggested.

If, in copying a suggested claim, an error is intro
duced by the applicant, the examiner should correct
the applicant's claim to correspond to the suggested
claim.

It should be noted at this point thatif an applicant
presents a claim which allegedly corresponds exactly
or substantially to a claim in another application or
patent without suggestion by the examiner, 37 CPR
1.604(b) and 37 CFR 1.607(c) require him or her
to identify the other application or patent. See MPEP
§ 2307.05.

If the parties have the same attorney; notification of
this fact should be given toboth parties at the time
claims are suggested even though claims are sug
gested to only one party. Notation of the persons to
whom this letter is mailed should be made on all cop
ies.

The content of Form Paragraph 23.05 is usually
added to the letter suggesting claims where the same
attorney or agent is of record in applications of differ
ent ownership which have conflictingsubject matter.

'f[ 23.05 Same Attorney, Both A[Jplication~

Attention is called to the fact that the attorney '(or agent) in this
application is also the .attomey (or agent), in all ,application of
another party and of different ownership claiming substantially
the same patentable invention as clainiea. in the above identified
application.

The examiner should raise the fact that two con
flicting parties.have the same att()rney by drawing.the
matter to the. attention of the Board whenproposing
the interference as explained in lyIPEP § 2309.02.

Form Paragraphs 23.04 and 2~.06 maybe used to
suggest claims. for purposes of interference to appli
cants. If the Office action incorporating these Form
Paragraphs addresses other issues, such as a rejection
of other claims, Form Paragraph 23.07 should be
included at the end of the action.

'f[ 23.04 Suggestion ofClaim
The following allowable claim is' suggested for the purpose of

an interference:

[1]
The suggested claim ,must be copied exactlyalthough other

claims maybe proposed under 37CPR 1.605(a).
Applicaot is given ONE MONTH or THIRTY DAYS, which

everis .longer, from the, mailing date of this communication to
make the suggested claim. Failure to dosowill be .considered a
disclaimer of the subjec:tmatter of this claim under the provisions
of 37 CFR 1.605(a), but will not result in abandonment of this
application. THE PROVISIONS OF 37 CPR 1.136 DO NOT
APPLY TOTHE TIME SPECIFIED IN THIS ACTION.

Claim [2] considered unpatentable over this suggested.claim.

Examiner Note:
1. In bracket I, insert the suggested claim.
2. In bracket 2,list, all' claims pending in the application not
considered to be patentably distinctfrom the suggested Claim.
3. Only one claim should be suggested unless claims to separate
patentably distinct inventions are present. See 37 CFR 1.601(n).
To suggest an additional claim to a separate distinct invention,
form paragraph 23.06 should follow this paragraph.
4. If the Office action addresses other .issues, such as a rejection
of other, claims, form paragraph 23.07 should be included at the
end of the action.

'f[ 23.06 Suggestion of Additional Claim for a Distinct
Invention

T4e following claim is considered allowable .and directed to ,~

separate patentable invention from the claim suggested above:
[1]
The additionally suggested claim' must be 'copied exactly,

although other claims may beproposed under 37CPR 1.605(a).
Applicaot is given ONE MONTH or THIRTY DAYS, which

ever is longer, from the mailing .dare of this communication to
make this additionally suggested claim. Failure to do so will be
considered a disclaimer of the subject matter of this. claim under
the provisions of 37CFR 1.605(a), bntwill not resnlt in abaodon
ment of this application. THE PROVISIONS OF 37 CFR 1.136
DO NOT APPLY TO THE TIME SPECIFIED IN THIS
ACTION.

Claim [21considered unpatentable over this additionally.sug
gested claim.

Examiner Note:
This paragraph must bepreceded byform paragraph 23.04 aod

should only be used to suggest a patentably distinct claim from the
one suggested Inform paragraph 23.04.

1 23.07 Suggestion of Claims - Prosecution Suspended
Applicant need not respond to the remaining issues in this

action if a suggested claim is copied for the purpose of an interfer
ence within thetime limit specified above (37CPR 1.605(b)).

Examiner Note:
This paragraph should be used at the end of any Office action

where claims aresuggested usin~ either form Paragraph 23.04 or
23.09 and where additional issues (e.g., a rejection of other
claims) are addressed in the action that will be suspended should
applicant copy the suggested claim.
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2305.01 MANUALOF PATENT EXAMINING PROCEDURE

2305.01 Action To Be Made at Time
of Suggesting Claims

At the same time that the claims are suggested. an
actiou is made ou each of theapplicatiousthat are up
for actiou by the examiuer, whether they be uew or
ameuded applicatious. Iu this way, possible motious
uuder 37 CPR 1.633(c) and (d) may be forestalled.
That is, the actiou ou the uewor ameuded applicatiou
may briug to light pateutable claims that. should be
iucluded as correspoudiug to the couut, or as formiug
the basis for an additioual couut, of the iuterfereuce,
aud, ou the other haud, the rejectiou of uupateutable
claims will serve to iudicate to the opposiug parties
the position of the examiuer with respect to such
claims.

Wheu au examiuer suggests that au applicaut
presenta claim for iuterfereuce, the examiner should
state which of the claims already iu the applicatiou
are, in his or her opiuiou, uupateutable over the claim
suggested. This statemeut does uot coustitute a formal
rejectiou of the claims, but if the applicantpresents
the suggested claiiu but disagrees with the examiuer's
statemeut, the applicaut should so state ou the record,
uot later thau the time the claim is preseuted. In re
Bandel, 348 F.2d 563, 146 VSPQ 389 (CCPA 1965).
If the applicaut does uot preseut the suggested claim
by the expiratiouof the periodfixed for its preseuta
tiou, the examiner shonld theu reject those claims
which were previously stated as being unpatentable
over the suggested claim on the basis that the failure
to preseut coustituted a coucessiou that the subject
matter of those claims is the prior iuveutiou of another
iu this couutry uuder 35 V.S.c. 102(g) and thus prior
art to the applicant uuder 35 V.S.c. 103. In re Oguie,
517 F.2d 1382, 186 VSPQ 227 (CCPA 1975). If the
applicaut does present the suggested claim, wheu the
iuterfereuce is declared, the claims stated to be uupat
eutable over the suggested claim will be desiguated as
correspoudiug to the couut.

2305.02 Time Limit Setfor Presenting
Suggested Claims

Where claims are suggested for interference, a lim
ited period determined by the examiuer, uot less thau
oue mouth, is set for reply. See MPEP § nO.02(c).

Should any oue of the applicauts fail to preseut the
claim or claims suggested.withiu the time specified,
all claims uot pateutable thereover are rejected ou the
ground that the applicaut has disclaimed the iuveutiou
to which they are directed. If the applicaut preseuts
the suggested claims later they will be rejected ou the
same ground, See MPEP § 706.03(u).

2305.03 Suggested ClaimsPresented
After Period for Reply Running
Against Application

Claims may be suggested iu au applicatiou uear the
eudofthe period for reply. If the time limit for pre
seutiug the claims exteuds beyoud the eud of the
period, such claims will be admitted if preseuted
withiu the time limit for makiug the claims. This is
true eveu though the claims are preseuted outside the
period for reply to the rejectiou (usually a 3-mouth
shorteued statutory period) and eveu though uo
ameudmeut wasfiled iu reply to the Office actiou out
standiug against the applicatiou at the time the claims
were suggested. However, if the suggested claims are
uot thus preseuted withiu the specified time, the appli
catiou becomes abandoued iu the abseuce of a
reply filed withiu the period for reply to the rejectiou.
37 CPR 1.605(b).

2305.04 Suggestion of Claims,
Application in Issue or
in Interference

Au applicatiou will uot be withdrawu from issue for
the purpose of suggesting claims for au iuterfereuce.
Wheu an applicatiou peudiug before the examiuer
coutaius one or more claims defiuiug an iuveutiou to
which claims may be preseuted iu an applicatiou iu
issue, the examiuer may write a letter suggestiug such
claims to the applicant whose applicatiou is iu issue.
The letter should state that if such claims are pre"
seuted withiu acertain specified time, the applicatiou
will be withdrawn from issue, the amendment
eutered, aud the iuterfereuce declared. Such letters
must be submitted to the TC Director for approval. If
the suggested claims are uot preseuted iu the applica
tiou iu issue, it may be uecessary to withdraw it from
issue for the purpose of rejectiug other claims ou the
implied disclaimer resultiug from the failure to
preseut the suggested claims.
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When the examiner snggests one or more claims for
the pnrpose of interference with an application in
issue to an applicant whose application is pending
before him or her, the application in issue will not be
withdrawn for the purpose of interference unless the
suggested claims are presented iu the pending applica
tion withinthe time specified by the examiner. The
letter suggesting claims should be submitted to the TC
Director for approval.

In either of the above cases, the Office of Patent
Publication should be uotifiedwheu the claims are
suggested, so that in case the issue fee is paid during
the time in which the suggested claims may be pre
seuted, proper steps may be takeu to prevent the issue
fee from being applied.

The examiner should borrow the allowed applica
tion from the Office of Pateut Publication and hold the
file until the claims. are presented or the time limit
expires. This avoids any possible issuance of the
application as a patent should the issue fee be paid.
To further ensure against issuanceof the application,
the examiner may Pencil in the blank space labeled,
"Date paid" in the lower right-hand comer of the face
of the file vvf1lpper, the initialed request: "Defer for
interference." The issue fee is not applied to such an
application until the following procedure is carried
out.

When notified that the issue fee has been received,
the examiner shall prepare a memo to the Office of
Patent Publication requesting that issue of the patent
be deferred for a period of 3-months due to possible
interference. This allows a period of 2 months to com
plete any action needed, At the end of this 2-m()nth
period, the application must either be rele~se4 to the
Office of Patent Publication or be withdrawn from
issue.

When au application is found claiming an invention
for which claims are to be suggested to other applica
tions alreadyinvolvedin interference, to form another
interference, the TC Interference Practice Specialist,
after obtaining the consent of the administrative
patent judge in charge of the interference, borrows the
last named applications from the Service Branch of
the Board ofPatent Appeals and Interferences. In case
the applicationis to be added to an existing interfere
ence,the examiner should consult with the Interfer
ence Practice Specialist in accordance with MPEP
§ 2309. The Interference Practice Specialist will cone

suit with theadrninistrative patent judge in charge of
the interference. who will determine .the action to be
taken. Also, see MPEP § 2342 and § 2364.01.

Form paragraph 23.08 may be used to withdraw an
application from.issue for consideration of a potential
interference based on suggested claims. Form para,
graph 23.19 maybe used to notify applicant that the
foreign priority claim has not been substantiated yet.

'f[ 23.08 Suggestion ofClaims - Application in Issue .
This application has been withdrawn from issue for consider

ation ofa potential interference based on the claims suggested in
this action.

Examiner Note:
L If a conflicting.application is in issue, it should be withdrawn
using form paragraph 10.01 prior to suggesting claims for Inter
ference.
2. Either form paragraph 23.04or 23.09 must be used.in con
junction'with this paragraph.

'f[ 23.19 Foreign Priority Not Substantiated
Should appliCant desire to:obtain the benefit offoreign priority:

under 35 U.S.C. 119(a)-(d) prior 10 declarationof an interference,
a translation ofthe foreign application should he submittedunder
37 CFR 1.55 in reply to this action.

Examiner Note:
'This 'paragraph may 'be used when' claims are suggested to

applicant from-either an applicationor a patentand applicanthas a:
claim for priority, but has not filed a translation of the priority
document.

2306 Interference Between an
Application and a Patent

37 CFR 1.606. Interference between an application and a
patent; subject matter of the interference.

Before an interference-is declared between.an.application and
an, unexpired.,patent,: an examiner .must determine.that there is
interfering ,subjec~ matter claimed in the. application and the patent
which is patentable to the applicant subject to a judgment in the
interference. The 'interfering 'subject matter will be-defined by-one
or more counts. The application mustcontain, or beamended. to:
contain, at least oneclaim that Is patentable oyer the pri~fj1It an~

corresponds to each count. The claim in the application need not
be, -and 'most often: will-not be, identical to aclaiin .in the patent.
An claims in the application and patent which define thesame
pat~Iltable invention ~sa count, shall be designated to .correspcnd
to the count.

An interference may be declared between an appli
cation and a patent if the application and patent are
claiming the same patentable invention, as defined in
37 CFR 1.601(n), and at least one of the applicant's
claims to that invention are patentable to the appli-
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(A) Fot an application notclaiming benefit ohm
earlier application, the actual United States filing date

of the applicalion., .'.< ,". ' .', ',.' .,.'
(B) For an~pplicationcl~irniligbenefitof an ear'

Iier foreign application undet35 U.S.G.119(a)-(d),
the actual United States filing date ofthe application.

(C) For a continuing (continuation, division, con
tinuation-in-partjapplication clairningthe benefit of a
prior patent application under 35 U.S:C. '120, the
actuN Uilitecl Statesfi!ing date..of the continuing
application. .

(D) Fora reissue application.dncluding a continu
ing reissue application claiming the benefitof a reis
sue applicationunder 35U.S:C. 120, the United States
filingdateoftheoriglnal nonreissue application on
which the patent reissued is based.

(B) For an international application that has
entered the United States as a Designated Office
under 35 U.S.C. 371,theinternational filing date
grant~d under,A~icle l If llofthe Patent'Coop~~atioli
Treaty whichis considered to be the United States fil
ing date under 35 U.,S.C. 363.

2S()6 ," Times.for;Sulmiitting
MaintenanceFee Payments.

37 CFRI.362(d) sets forth the time periods when
the maintenance fees for autilitypatent can be.paid
without surcharge. Those periods, referredto gener
ally as the "window period," are the 6-month Periods
preceding each due date. The.vdue dates" are defined
in 35 U.S.C. 41(b). The window periods are (1)3
years to 3 1/2 years after the date of issue for the first
maintenance f~e PaYnielit, (2) 7.yearstoT1I2years
after the date of issue for the second maintenance fee
payment, and (3) llyeaJ:st() 11 1/2 years after the
date of issue for the third and final maintenance fee
payment. A maintenance fee paid on the last dayofa
window pe~odcan be paid \Vithout surcharge. The
last day of a window 'period is thesame day of the
month the patent was granted 3 years and S months, 7
years and 6 months, or 11 years and, 6 months after
grant of the patent.

37 CPR 1.362(e) sets forth thetime periods when
the maintenance fees for a utility patent can be Paid
with surcharge.Those periods, ref~rred lO generallyas
the "grace period," are the /i-month periods immedi
ately following each due date. The grace periods are
(I) 3 1/2 years and through the day of the 4th anniver-

sary of the grant of the patelit, (1.) 71/2yearsalid
through the day of the Sthanniversaryofthe grant of
the patent and, (3) II 112 years andthrough the day of
the 12th anniversary of the grantof the patent. A
maintenance fee may be paid with the surcharge On
the same date (anniversaryrdate) the patent was
granted in the 4th, 8th, or 12th year after granttopre
vent the patent from expiring.

Maintenance fees for a reissue patent are 1ue based
upon the schedule established for the original utility
patent. The filing of a requestfor~xparte.or inter
partes reexamination and/or the publication of a reex
amination certificate does not alter the .schedule of
maintenance fee payments of the original patent.

If the day f()~ p~ying a~aintenance fee falls0l,l a
Saturday, Sunday, ora Federal holiday within theDis
trict of Columbia, the maintenance fee may be paid on
the next succeeding day thatis not a 'Saturday.-Sun
day,or Federal holiday, For example;if the window
period for paying a maintenance fee without a sur
charge ended ona Saturday,Sunday, ora Federal,hol
idaywithin the District ofColumbia, the maintenance
fee can bepaidwirhout surcharge on the nextsue
ceeding day that isnot a Saturday, Sunday, or a Fed
eral holiday within.the J)istrict of Columbia,
Likewise, if the grace period for paying a mainte
nance fee with a surcharge ended on a Saturday, Sun
day, or a Federal holiday within the District of
Columbia, the maintenancefee can be paid with sur
charge on thenext succeeding day that is not a Satur
day, Sunday, or a Federal holiday' within the District
ofColumbia. -In-theIatterjsituation, the failure .to
paythe maintenance fee and surcharge on the next
succeedingday that is not a Saturday, Sllnday, or a
Federal holiday wi\hinthe District of Columbia will
result in the patent expiring on a date (4, 8,or 12 years
after the date of grant) earlier than the last date on
which the maintenancefee and surcharge could be
paid.iThis situation results from the provisions of
35U.~.G. 21, but those provisions do not extend
the expiration date of the P\lt~nt if. the maintenance
fee and any required surcharge are not paid
when required. For example, if the grace period for
paying a maintenance.fee with a surcharge.ended on a
Saturday, the maintenance fee and surcharge could be
paid on the next' succeeding 'business day, e.g.iMon
day, but the patent will have expired atrnidnight On
Saturday' if the maintenance' fee and surcharge were
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tion. In order to avoid the issuance of two patents to
the same patentable invention, the examiner should
take steps to propose an intetference between the
application and the patent.

If the application contains at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may propose the
intetference by proceeding as described in MPEP
§ 2309.

If the application discloses, but does not claim, an
invention claimed in the patent, the examiner should
suggest a claim or claims to the applicant (see MPEP
§ 2305), and include a statement that failure of the
applicant to make the claim or claims will be taken as
a concession that the subject matter of the claim or
claims is the prior invention of another. Form Para
graphs 23.09 and 23.10 should be used for this pur
pose.

'II 23.09 Requirement To Copy Patent Claim
The following claim number[l] from U.S. Patent No. [2] is

suggested to applicant under 35 U .S.C.135(a) for the purposes of
an interference:

[31
The suggested claim must be copied exactly, although other

claims may be proposed under 37 CFR 1.605(a).
Applicant is given ONE MONTH or THIRTY DAYS, which

ever is longer, from the mailing date of this communication to
copy this patent claim. 'Failure to do so will be considered a con
cession that the subject matter of this claim is the prior invention
of another under 35 U.S.c. 102(g), and thus also prior art under
35 U.S.C. 103(a) (In re Oguie, 517 F.2d 1382, 186 USPQ 227
(CCPA 1975»), but will not result in the abandonment of this
application. TIlE PROVISIONS OF 37 CFR 1.136 DO NOT
APPLY TO THE TIME SPECIFIED IN THIS ACTION.

Examiner Note:
1. In bracket 1, insert the number from the patent of the sug
gested claim.
2. In bracket 2, insert the number of the patent.
3. In bracket 3, insert a copy of the patent claim.
4. Only one claim from the patent should be suggested for inter
ference unless other claims to a separate patentably distinct inven
tion are claimed in the patent and can be made by the applicant.
To suggest an additional claim, form paragraph 23.10·should fol
low this paragraph.
5. If the Office action addresses other issues, such as a rejection
of other claims, form paragraph 23.07 should be included at the
end of the Office action.

'II 23.10 Copying Additional Patent Claims for a Distinct
Invention

Claim number [1] from U.S. Patent No. [2] is suggested under
35 U.S.C. 135(a) in addition to claim [31 of the patent, suggested
above. The inventions defmed by these patent claims are consid-

ered .to-bc "separate patentable inventions" under 37 CPR
1.601(n) which could form the basis for plural counts in an inter
ference.

The suggested claim, reproduced below, must be copied
exactly, although other claims may be proposed under 37 CFR
1.605(a).

[41
Applicant is given ONE MONTH or TIllRTY DAYS, which

ever is longer, from the mailing date of this communication to
copy this additional patent claim. Failure to do so will be consid
ered a concession that the subject matter of this claim is the prior
invention. of another under 35 U.S.c. 102(g), and thus also prior
art under 35 U.S.C. 103(a) (In re Oguie,517 F.2d 1382,186 USPQ
227 (CCPA 1975)). THE PROVISIONS OF 37 CFR 1.136 DO
NOT APPLY TO THE TIME SPECIFIED IN THIS ACTION.

Examiner Note:
1. In bracket 1, insert the number of the patent claim that is pat
entably distinct from the claim specified in form paragraph 23.09.
2. This paragraph must follow form paragraph 23.09 and
should only be used in those rare instances where both the patent
and the application claim distinct, interfering inventions.

2307 Applicant Requests Interference
With a Patent

37 CFR 1.607. Request by applicant for interference with
patent.

(a) An applicant may seek to have an interference declared
between an application and an unexpired patent by,

(I) Identifying the patent,
(2) Presenting a proposed count,
(Sj Identifying at. least one claim in the patent corr~

sponding to the proposed count,
(4) Presenting at least one claim corresponding to the pro

posed count or identifying at least one claim already pending in its
application that corresponds to the proposed; count, and, if any
claim of the patent or application identified as corresponding to
the proposed count does not correspond exactly. to the proposed
count, explaining why each such. claim corresponds to the pro
posed count, and

(5) Applying the terms of any application claim,
(i) Identified as corresponding to the count, and
(ii) Not previously in the application to the disclosure

of the application.
(6) Explaining how the requirements of 35 U.S.c. 135(b)

are met, if theclaim presented or identified under paragraph (a)(4)
of this section was not present in the application until more than
one year after the Issue date of the patent.

(b) When an applicant seeks an interference with a patent,
examination of the application, including any appeal to the Board,
shall be conducted.with special dispatch within the Patent and
Trademark Office. The examiner shall determine whether there is
interfering subjectmatter claimed in the application and the patent
which is patentable to the applicant subject to a judgment in an
interference. If the examiner determines that there is any interfer
ing subject matter, an interference will be declared. If the exam-
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as a-condition -of-acceptingpayment of any 'maintenance .fee after
the six-month grace period. If the Director accepts payment of a
m~ntenance fee.after-the six-month grace period.jhe patent shall
be considered as,not ha~ing expired at the ,endof the grace period.

(2) A patent, the term of which has been maintained as a
result of-the acceptance of a payment of amaintenance fee under
thissubsection, shall not abridge or affect the right ofany person
or that person's 'successors in business who made, purchased;
offered to sell.orused anything protected by, the patent within the
United States; pr imported ~ything,I'rot~cteclby, the patent int?
the United States 3.fter the 6-month grace period but prior to the
acceptance of a maintenance fee under this subsection, to continue
the,use of, to .?ff~r f?,rsale" orto sell to o,the~:to ,b~ used, offered
for sale; or sold, the specific thing so made.purchased, offered for
saleused-orImported. The court befor'ewhichsucl1matter is in
question may provide for the continued manufacture,' rise, offer
for sale, or sale of the thing made, purchased, offered for sale, or
used within, the United.States.ior Impcrted into the United States,
as specified,or for the manufacture, use; offer for sale, or sale.in
the United States of which substantial preparation was made after
the ti-month grace period but before the acceptance of a mainte
nance fee under this subsection, and the "court may also provide
for ,the,Gontinlled)Jractke,ofany processthat is practiced, or for
the practiceof",hich sUb~tanti~1preParatipn;,was ~de, after the
6-month grace period butbeforethe acceptance ofa maintenance
fee under this subsection, tothe extent and under such terms 'as the
court deems equitable for the protection of investments made or
businesscommenced after the ri-monthgrace .period but before
the acceptance of a.maintenance fee under this subsection.

2501 Introduction

35 US,c. 41. Patent fees; patent and trademark search
systems.

*****
(b) The Director shall charge the following fees for main

taining in force all patents based on' applications' filed onor after
December 12, 1980:.

(1) 3 years and emonthsafter grant, $830 [$850).
(2) 7 yearsandf months aftergrant, $l,900[$1,950J.
(3) 11 years and6 months after-grant, $2,910[$2,990].
Unless payment of the applicable maintenance fee is

received in the Patent and Trademark Office on orbefore 'the date
the fee 'is 'due or within a grace period of six months thereafter; the
patent will expireas of the end of such grace period, The Director
may requir~ thepay~ent of a surcharg~as a;co~dition_9f ~ccept

ing within such 6-mOIlJh grace period tile p~ytllentof all applica
ble maintenance fee. No fee may be' established for maintaining a
design or plant patent in force.

(c)(1)The, Director may'accept the', payment of any mainte
nance fee required by subsection (b) of this section which is made
within twenty-four months after the six-month graceperiod if the
delay is sh?wn tot~e,satisfactiono~thepirect~rmhave been
unintentional, or at any time after the. six-mo~th 'graceperiod if
the-delay is shown to the satisfaction of the Director-to- have been
unavoidable. The Director may require the paymentofa surcharge

*****
Note: The fees in brackets fu35.U.S.C 41(b) as

reproduced above are the fees that went-into effect
on October 1, 2000. See 37 CFR 1.20(e)·(g) for the
current fee amounts.

Public Law 96-517, enacted December 12, 1980,
established the requirement to pay maintenance fees
for applications filed On orafterthatdate. The statu
t~ryprovisions regarding maintenance fees have been
subsequ~nt1ym~dified. by Public Lil\V 97-247,
enacted August 27, 1982; Public Law 98-622, enacted
November 8, 1984; Pnblic Law 102-204, enacted
December 10, 1991; Public Law 102-444, enacted
October 23, 1992; Public Law 105-358, enacted
November 10,1998; and Public Law 106'113,
enacted November 29, 1999.

STATUS AND ENTITY DIVIS10N

The Status and EntityDivision provides specialized
advice andguidance to thepubliconmaintenance fee
matters.

The Status and Entity Division determines the
proper status of issnedpatents which are subject to
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Applicant has failed to specifically apply each limitation or
element of each of the copied.claimtsjro.thedlsclosure of the
application.

Applicant is given ONE MONTH or THIRTY DAYS, which
ever is longer, to specifically apply each limitation or element of
each of the copied claim(s) to the disclosure of the application.
THE PROVISIONS OF 37 CFR 1.136 DO NOT APPLY TO
THE TIME SPECIFIED IN THIS ACTION.

2307.01 Presentation of Claims
Corresponding to Patent
Claims Not a Reply to
Last Office Action

The presentation of claims corresponding to claims
of a patent when not suggested by the Office does not
constitute a reply to the last Office action unless the
last Office action relied solely on the patent for the
rejection of all the claims rejected in that action.

2307.02 Rejection of Claims
Corresponding to
Patent Claims

When claims corresponding to claims of a patent
are presented, the .application is taken up at once and
the examiner must determine whether the presented
claims are unpatentable to the applicant on any
ground(s), e.g., under 35 U.S.c. 102, 35 U.S.C. 103,
35 U.S.c. 112, 35 U.S.C. 135(b), double patenting,
etc. Ifat least.one of the presented claims is not reject
able on any; such ground and is claiming the same
invention as at least one claim of the patent, the exam
iner should proceed to propose an interference.

If all of the claims presented are rejectable on any
grounds, they should be so rejected. The ground of
rejection of the claims presented mayor may not be
one which would also be applicable to the corre
sponding claims in the patent. If the ground.of rejec-.
tion is also.applicable to the corresponding claims in
the patent, any letter including the rejection must have
the approval of the TC Director. See MPEP § 1003.
Examples of grounds of rejection which would not
also be applicable to.the patent are double patenting,
insufficient disclosure in the application, a reference
whose date is junior to that of the patent, or a 'bar
under 35 U.S.c. 135(b) (see MPEP § 2307).

The examiner should not proceed to propose an
interference where the examiner is aware of a refer
ence or other ground of unpatentability for the appli-

cation claims which correspond to the patent claims,
even if the ground of unpatentabilitywould also be
applicable to the patent claims. Although an applicant
may wish, to have his or her application placed in
interference with a patent in order to raise aground of
unpatentability against the patent claims, an interfer
ence will not be proposed unless atleast one of the
claims in the application corresponding to the claims
of the patent is allowable.

If the patent has a filing date earlier than the appli
cation effective filing date; see MPEP § 2308.01.

37 CFI{ 1.607(h) requires that "[wjhen an applicant
seeks an interference with a patent, examination of the
application, including any appeal to the Board, shall
be conducted with special dispatch within the Patent
and Trademark Office." Therefore, when all the
claims presented are rejected the examiner sets a time
limit for reply, not less than 30 days, and all subse
qucnt tactions.vincluding action of the Board on
appeal, are special. Failure by the applicant to reply or
appeal within the time limit, will, in the absence of a
satisfactory showing, be deemed a disclaimer of the
invention claimed.

While the time limit for an appeal from the final
rejection of a claim corresponding to a patent claim is
usually set under the provisions of 37 CFR 1.607(b),
where the remainder of the application is ready for
final action, it may be advisable to set a shortened
statutory period for the entire application in accor-:
dance with 37 CFR 1.134.

There is an important distinction between a.limited
time for reply under 37 CPR 1.607(b) and a shortened
statutory period under 37 CPR 1.134. The penalty
resulting from failure to reply within the time limit
under 37 CFR 1.607(b) is loss of the claim or claims
involved, on the doctrine of disclaimer, and this is
appealable; while failure to reply within the set statu
tory period (37 CFR 1.134)results inabandonment of
the entire application. This is not appealable.

The rejection of claims presented for interference
with a patentsometimes creates a situation where two
different periods for reply are running against the
application - one, the statutory period dating from the
last full action on the application; the other, the lim
ited period set for the reply to the rejection (either first
or final) of the presented claims. This situatiou should
be avoided where possible, for example, by setting a
shortened period for the entire application, but where
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<210> 2
<211> 18
<212> PRT
<213> Paramecium aurelia

<400> 2

Met Val Ser Met Phe Ser Leu Ser Phe Lys Trp Pro Gly Phe Cys Leu
1 5 10 15

Phe Val

rial may necessitate that the reasonable number of
sequences to be selected be less than 10. In other
cases, applicants may petition pursuant to 37 CPR
1.181 for examination of additional nucleotide
sequences by providing evidence that the different
nucleotide sequences do not cover independent and
distinct inventions. For examples of typical nucleotide
sequence claims and, additional information on the
search and examination procedures, see the above
cited O.G. Notice. See also MPEP § 803.04.

Due to the high cost and limited usefulness of the
printed paper or composed electronic image versions
of nucleotide and/or amino acid sequences, if the
"Sequence Listing" portion is lengthy (i.e., at least
600 Kb (about 300 typed pages», it will no longer be
printed with the paper and composed electronic image
(page image) versions of patents and patent applica
tion publications. The "Sequence Listing" will
only be published in electronic form and will
be available on the USPTO sequence homepage
(http://seqdata.uspto.gov) as an ASCII text file.

Neither the paper copies of patents and patent
application publications that are in the search rooms
nor those sold through the Office of Public Records,
Certification Division, will include a sequence listing
if the sequence listing is not included in the composed

2434 Examination ofPaten1 Applications
.. Claiming Large Numbers of

Nucleotide Sequences

The U.S. Patent and Trademark Office published its
policy for the examination of patent applications that
claim large numbers of nucleotide sequences in the
Official.Gazette, 1192 0.0. 68 (November 19, 1996).
Nucleotide sequences encoding differentproteins are
structurally .distinct chemical ~olllPounds ~d. are
unrelated to one another. These sequences are thus
deemed to normally constitute independent and dis
tinct inventions within the meaning of 35 U.S.c. 121.
Absent evidence to the contrary, each such nucleotide
sequence is presumed to represent an independent and
distinct invention, subject to a restriction requirement
pursuant to 35 U.S.C. 121 and 37 CPR 1.141. In
establishing the new policy, the Commissioner has
partially waived the requirements of 37 CFR 1.141
and will permit a reasonable number of such nucle
otide sequences to be claimed in a single application.
Under this policy, in most cases, up to 10 independent
and distinct nucleotide sequences will be examined in
a single application without restriction.Those
sequences which are patentably indistinct from the
sequences selected by the applicant will also be exam
ined. Nucleotide sequences encoding the same protein
are not considered to be independent and distinct and
will continue to be examined together. In some excep
tional cases, the complex nature of the claimed mate-

2435 Publishing of Patents and
Application Publications
Lengthy Sequence Listings

Patent
with
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AFTER NOTICE OF ALLOWANCE

When an amendment which includes .one or, IIlpre
claims presented to provoke an interference with a
patent is received after the Notice of Allowance and
the examiner finds one or more of the claims,patent
able to the applicant and an interference to exist, the
examiner should prepare a letter, requesting that the
application be withdrawn from issue for the purpose
of interference, This letter, which should designate the
claims to be involved, together with the file and, the
proposed amendments, should be sent to the TC
Director.

When an amendment which includes one or more
claims presented to provoke an interference with a
patent is received after Notice of Allowance, and the
examiner finds basis for refusing the interference on
any ground, the examiner should make an oral report
to the supervisory patent examiner of the reasons for
refusing the requested interference. Notificationto
applicant is made on Form PrOL-271 if the entire
amendment or a portion of the amendment (including
all the presented claims) is refused. Form Paragraph
23.01 should be employed to express the adverse rec
ommendation as to the entry of the presented claims.

'J! 23.01 Entry ofClaims Disapproved
Entry of chum [1]disapproved because [21: This application

will not be withdrawn from issue.

Examiner Note:
In bracket 2, insert brief statement of basic reasons for disap

proval. See MPEP § 2307.03.

2307.04 Presentation ofClaims for
Interference With aPatent
Involved in a Reexamination
Proceeding

An interference will not be proposed for a patent
which is involved in a reexamination proceeding
except upon specific authorization from the Offieeof
the Deputy Commissioner for Patent Examination
Policy. Claims which would interfere with the patent
may be rejected on any applicable ground, including,
if appropriate.the priorart cited in the reexamination
proceeding. See MPEP § 2307.02. prosecution of the
application should continue as far as possible, but if
the application is placed in condition for allowance
and still contains claims which interfere with the

patent under reexamination, further action on the
application should be suspended until the rcexamina
tionproceeding is terminated. See MPEP § 2284.,
'Form paragraph 23.16 maybe used to notifyappli

cant that the prosecution of the application issusc
pended until' the ' reexamination proceeding of the
patent with theconflicting claims is terminated.

'J! 23.16 Patent Claims Undergoing Reexamination
This application. c9ptains:c1~Ills which.coI1flict with the;?la~~s

of U,S',:Patent No" p']rI1OW involved iri a_reex:aminatiol~ p~o:c~e:,h
ing. ' ' .: - '.'

Prosecution tn thii application i'g -SUSPENDED-' UIltil thriiin~~

tion of the reexamination proceeding.
Applicant should inquire as to the status of this application SIX

MONTHS from the date of this letter.

Examiner Note:
This paragraph should only be .used when: the applicationi~'

otherwise in condition for allowance.

2307.05 'CorrespolldingPatellt
Claims Not Identified

37 CFR 1.607(c) requires that "[wjhen an applicant
presents a claimwhichcorresponds exactly of 'sub
stantially to a Claim. ofa patent, the applicantshall
identify the patentandthe number ofthe patent claim,
unless the claim is presented in response toa sugges
tion by the examiner,"

This requirement of 37CFR 1.607(c) applies to
claims.presented in an application atthe time of filing
as well as to claims presented in an amendment to a,
pending application. If an applicant, attorney, or agent
presents a claim corresponding exactly or substan
tially to al'~t"nt claim without,coIIlplying with
37 CPR 1.607(c), the examiner may be led into mak
ing an action different from what would have been
made had the examiner been in possession of all the
facts; Therefore, failure to comply with 37 CPR
1.607, when presenting a claim corresponding to a
patent claim, may result in the issuance ofa require
ment for information as to why an identification of the
source.of the claim was not made. Also see 37 CFR
1O.23(c)(7). '

The examiner should require the applicant to sup
ply a full identification of the copied patent claimsby
using Form Paragraph 23.11.

'J! 23.11 Failure 10 Identify Source ofPatent Claims
Claim [11 of this application [21 apparently been copied from a

U.S.·patent without being suggested by ,the examiner. The patent
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PatentIn 2.1 and looks and feels more like other Win
dows-based programs. Unlike PatentIn 2.1, projects
are portable from one computer to another provided
PatentIn 3.0 is installed. From a programming view
point, the advantages include that the overall lines of
code have been reduced to 25 percent of that required
by PatentIn 2.1, maintenance of the code is easier
since it is written in Visual C++ and it is easier to
modify the code.

In March of 2001 PatentIn 3.1 was released. This
newest version builds on the success of PatentIn 3.0
and expands its capabilities. One difference is that the
capability to import a single sequence from a single
file without a header has been added. The definition
of variable characters has been enhanced in PatentIn
3.1. If the nucleotide sequence has the variable "n"
and the CDS feature is selected, PatentIn 3.1 will cal
culate the position of the necessary Xaa in the supple
mental protein sequence and provide the definition
automatically based on the codon in which the "n"
appears.

PatentIn version 3.1, and the companion User's
Manual, are available on the Office World Wide Web
site (www.uspto.gov) for free downloading. Copies of
both the program and the user manual may also be
purchased from the Office on 3 1/2-inch floppy dis
kette or compact disc. PatentIn 3.1 operates in a Win
dows 95/98/NT/2000 environment and has similar
space, memory and system requirements as those for
PatentIn version 3.0. A minimum of 64 MB of mem
ory is recommended for smaller projects. Otherwise

128 MB is recommended. Even more additional
memory may be required for larger sequence listings.
The disk space required to install PatentIn 3.0 is 1.6
ME. Additional disk space is required to store project
files and sequence listing files.

See MPEP § 1730 for additional information
regarding ordering and using PatentIn.

While use of the PatentIn program is not required
for compliance with the sequence rules, its use is
highly recommended as Office experience has shown
that submissions developed with PatentIn are far less
likely to include errors than those developed without
the program. The many automatic features of the Pat
entIn program also greatly ease the generation of
Sequence Listings when compared to generating them
by hand in a word processing environment. This is
especially true for Sequence Listings that include
many sequences and/or sequences having great
lengths.

The Office provides hands-on training in the use of
the PatentIn and associated utilities programs. The
classes are held in Washington D.C. as demand war
rants. In addition, on site training may be arranged at
locations outside Washington, D.C. To express inter
est in such classes, please contact the Search and
Information Resources Administration.

2431 Sample Sequence Listing

A sample "Sequence Listing" is included below.
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It is anticipated that patentees may make inquiries
as to the status of the application after the first notifi
cation has been received. Since the Techonology Cen
ter (TC) having responsibility for the application will
beindicated on the letter and the letter-will not con
tainany information pertaining to that application, it
will be necessary for each TC to establish and main
tain some type of permanent record. The type of per
manent record is left to the discretion of the TC
Director. This permanent record must be independent
of the application file and the patented file in order to
provide adequate information for patentee inquiries
relative to nonreceipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the United States Patent
and Trademark Office. Additionally, the permanent
record must associate the appropriate patent number
and the application number. This record could be a
separate TC file for 37 CFR 1.607(d) notices sent to
patentees having appropriate identification of the
patent and application.

In summary, a 37 CFR 1.607(d) notice (Form Para
graph 23.20) is prepared by a person in the TChaving
jurisdiction over the application attempting to pro
voke an interference with a patent. The original is
placed of record in the patented file, one copy is sent
to the patentee, and an entry is made in the permanent
TC record for 37 CPR 1.607(d) notices.

If a _final decision is made that no interference will
be declared, a primary examiner will prepare and sign
a 37 CFR 1.607(d) notice (Form Paragraph 23.21).
The original of this notice is entered of record in the
patented file, one copy is sent to the patentee, and
another entry is made in the permanent record for
37 CPR 1.607(d) notices. If an interference is to be
instituted, the declaration of interference notice will
be sent by an administrative patent judge and no addi
tional form will be sent by the examiner,

Although the permanent record for 37 _CFR
1.607(d) notices includes identification both of the
patent and application, the patentee cannot and
should uot be given any Information concerning
the party or application attempting to provoke an
interference unless and until an interference is
declared. 35 U.S.C.122.

2308 Interference Between an
Application and a Patent;
Prima FacieShowing by
Applicant

37 CFR i.608. interference between an application and a
patent; prima facie showing by applicant.

(a) WIlen the effective filing date of an application is three
months or less after the effective filing date of a patent, before aJ1
interference wiil be declared, either the applicant or the appli
cant's' attorney or agent of record shall file a statement alleging
that there is' a-basis upon which-the applicant isentitledto a judg
ment relative tothe patentee.

(b) When the effective filing date of an application is more
than three months after the effective filing date of a patent, the
applicant, before an interference ... will be declared, .shall file evi
dence which may consist of patents or printed publications, other'
documents, and one or more affidavits which demonstrate that
applicant is prima facie entitled to a judgment relative to the pat
entee and an explanation stating with particularity the basis upon
which the applicant is prima facie entitled to the judgment. Where
thebasisupon which an applicant is .entitled to judgment relative
to a patentee, is priority of invention; the evidence shall include
affidavits by the applicant, if possible, and one or more COITobo~

rating witnesses,' supported bydocumentary evidence, if available,
each- 'setting out a factual description of acts and circumstances
performed or observed by the affiant, which collectively would
prima facie entitle the applicant to judgment on priority with
respect to the effective filing date of the patent. To facilitate prep
aration of a record(§ 1.653(g» for final hearing, an applicant
should file affidavits all paper which is 21.8 by 27.9 em. (8 1/2 x
11 inches); The significance of any printed publication or other
document which is self-authenticating within the meaning of Rule
902 of the Federal Rules of Evidence or § 1.671(d) and any patent
shall be discussed in' an affidavit or the explanation. Any printed
publication .. or other .document ,which is not self-authenticating
shall be autllenticated and discussed with particularity in an affi
davit. Upon a showing of good cause, an affidavit may be based
on information and belief If an examiner finds an application to
be in condition for declaration of an interference,' the examiner
will consider the evidence and explanation only to the extent of
determining whether a basis upon which the application would be
entitled to a judgment relative to the patentee is alleged and, if a
basis is alleged, an interferencemay be declared.

Under 37 CFR 1.608, an applicantseeking to pro
voke an interference with a patent is required to sub
mit evidence which demonstrates that the applicant is
prima facie entitled to a judgment relative to the pat
entee. Evidence must be submitted when the effective
filing date of the application is more than 3 months
after the effective filing date of the patent. The evi
dence may relate to patentability and need not be
restricted to priority,_but if the evidence shows that
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~If a word processing program is used to generate
a "Sequence Listing," hard page break controls
should not be used and margins should be adjusted to
the smallest settiug.

~Word processing files should not be submitted to
the Office; the Sequeuce Listing generated by a word
processing file should be saved as an ASCII text file
for submission. Most word processiug programs pro
vide this feature.

-Statements in accordance with 37 CFR 1.821(f),
(g), (h) and 37 CFR 1.825 and proper labeling in
accordance with 37 CFR 1.824(a)(6) should be noted.
Sample statements to support filings and submissions
in accordance with 37 CFR 1.821 through 1.825 are
provided iu MPEP § 2428 Sample Statements.

-Use Box SEQUENCE.

,-Three and a half inch disks are less fragile than
five and a quarter inch disks.

-On nucleotide sequences, since only single
strands may be depicted in the "Sequence Listing,"
show strands in 5' to 3' direction.

-The single stranded nucleotide depicted in the
"Sequence Listing" may represeut a strand of anucle
otide sequence that may be single Or double stranded
which may be, further, linear or circular. An amino
acid sequence or peptide may be linear or circular. In
some instances, a sequence may be' both single
stranded and double stranded and/or both linear and
circular. The response "not relevant" is also an accept"
able response for both "Strandedness" and "Topol
ogy."

,-Numeric identifiers "<140>, Current Application
Number," "<141>, Current Filing Date," "<150>,
Prior Application Number.t'andt'<Ifi l>, Prior Appli
cation Filing Date," should appear in the "Sequence
Listing" in all cases. If the informationabout the cur
rent application is not known or is unavailable at the
time of completing the Sequence Listing, then the
lines following numeric identifiers <140> and <141>
should be left blank. This would normally be the case
when the "Sequence Listing" is included ina newly
filed application. Similarly, if information regarding
prior applicatious is inapplicable, or not known at the
time ofcompleting the "Sequence Listing" but will be
later filed, then the numeric identifiers <150>. and
<151> should. appear with the line following the
numeric identifiers left blank.

-Ifyou receive a Notice to Comply that should not
have been sent to you, send a letter in the form of a
request for reconsideration of the notice to the organi
zation sending the notice.
~There are a limited number of mandatory items

of information. They are identified in MPEP
§ 2424.02 Sequence Listing Numeric Identifiers.

~Figures' can be used to convey information not
readily conveyed by the Sequence Listing. The exclu
sive conformance requirement of 37 CF~ 1.821(b)
will be relaxed for drawing figures. However, the
sequence information so conveyed must still be
included in a "Sequence Listing" and the sequence
identifier ("SEQ ID NO:X") must be used, either in
the drawing or in the "BriefDescription of the Draw
ings."
~Extra copies of computer readable forms should

not be sent to examiners.
-Inosine may be represented by the use of "I" in

the features section, 'otherwise use "n.'
-Stopcodons, represented by an asterisk, are not

permitted in amino acid sequences.
-Punctuation should not be used in a sequence to

indicate unknown nucleotide bases or amino acid resi
dues nor should punctuation be used to delimit active
or functional regions of a sequence. These regions
should be noted as Features of the sequence per
37 CFR 1.823(b) (see numeric identifiers <220> 
<223>.

-The presence of an unnatural amino acid in a
sequence does not have the same effect as the pres
ence of a D-atnino acid. The sequence may still be
subject to the rules even though one or more of the
amino acids is not naturally occurring.

-Cyclic and branched peptides ate causing some
confusion in the application of the rules. Specific
questions should be directed to Group 1650 person
nel.
~A cyclic peptide with a tail is regarded as a

branched sequence, and thereby exempt from the
rules, if all bonds adjacent to the amino acid from
which the tail emanates are normal peptide bonds.

-Sequences that have variable-length regions
depicted as, for example, Ala Ala Leu Leu (Xaa Xaa),

lie Pro where n=0-234 or agccttgggacamnnnnj..gtcatt
where m=0-354 or Ser Met Ala Xaa Ser where Xaa
could be I, 2, 3, 4 and/or 5 amino acids must still
comply with the Sequence Rules. The method to use
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dates the applicant's by more than 3 months, should
have in mind the provisions of 37 CFR 1.617, and
especially the following:

(A) After these affidavits or de~lar3.tions are for
warded by the primary examiner for the declaration of
an interference, they will be examined by an adminis-
trative patent judge. .

(B) If the affidavits or declarations fail to estab
lish that applicant would prima facie be entitled to a
judgment relative to the patentee, an order will be
issued concurrently with the notice of interference,
requiring applicant to show cause why surninary judg
ment should not be entered against the applicant.

(C) Additional evidence in response to such order
will not be considered unless justified by a showing
under the provisions of 37 CPR 1.617(b).If the appli
cant responds,the applicant must serve the patentee
and any other opponents with a copy of the original
showing under 37 CPR 1.608(b) and of the response,
and they will be entitled to present their views with
respect thereto (37 CFR 1.617(d)).

(D) All affidavits or declarations submitted must
describe acts which the affiants performed or
observed, or circumstances observed, such as struc
ture used and results of use or test, except on a proper
showing as provided in 37 CFR 1.608(b). Statements
of conclusion, for yxample, that the invention of the
counts was reduced to practice, are generally consid
ered to be not acceptable. It should also be kept in
mind that documentary exhibits which are not self
authenticated must be authenticated and discussed
with particularity by an affiant having direct knowl
edge of the matters involved. However, it is not neces
sary that the exact date .of poncepti<;>n or reduction to
practice be revealed in the affidavits, declarations, or
exhibits if the affidavits or declarations aver observa
tion of the necessary acts and facts, including docu
mentation when available, before the patentee's
effective filing date. On the other hand, where reli
ance is placed upon diligence, the affidavits ordecla
rations and documentation should be precise as to
dates from a date just prior to patentee's effective fil
ing date. The showing should relate to the essential
factors in the determination of the question of priority
of invention as set out in 35 U.S.C. 102(g).

(E) The explanation required by 37 CFR 1.608(b)
should be in the nature of a brief or of explanatory
remarks accompanying an amendment. The explana-

tion should set forth the manner in which the require
ments of the counts are satisfied and how the
requirements for conception, reduction to practice, or
diligence are met, or otherwise explain the basis on
which the applicant is prima facie entitled to a judg
ment.

(F) Published decisions of the Court of Appeals
for the Federal Circuit, Court of Customs and Patent
Appeals and the Board of Patent Interferences con
cerning the quantum of proof required by an applicant
to make our a prima facie showing entitling the appli
cant to an award of priority with respect to the filing
date of a patentso as to allow the interference to pro
ceed, 37 CPR 1.617(11.), second sentence, include
Schendel v. Curtis, 83 F.3d 1399, 38 USPQ2d 1743
(Fed. Cir. 1996); Hahn v. Wong, 892 F.2d 1028;
13 USPQ2d 1313 (Fed. Cir. 1989); Wetmore v. Quick,
536 F.2d 937, 190 USPQ 223 (CCPA 1976); Galata v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Schwab v. Pittman, 451 F.2d 637, 172 USPQ 69
(CCPA 1971); Kistler v. Weber, 412 F.2d 280, 162
U$PQ 214 (CCPA 1969); Azar v. Bums, 188 USPQ
601 (Bd. Pat. Int. 1975); Horvitz v. Pritchard,
182 USPQ 505 (Bd. Pat. Int. 1974); and Murphy v.
Eiseman, 166 U$PQ 149 (Bd. Pat. Int. 1970).

As noted above, the evaluation of a showing under
37 CFR 1.608(b) is made byan administrative patent
judge. However, when a showing under 37 CPR
1.608(b) is filed, the examiner must inspect it to deter
mine whether the applicant is relying upon
prior invention or unpatentability as a. basis for the
showing. If the applicant alleges prior invention, the
examiner should merely determine that (A) at least
one date prior to the effective filing date of the patent
is alleged and (B) the showing contains at least one
affidavit or declaration by a corroborating witness,
i.e., by someone other than a named inventor. If these
conditions are met the examiner should proceed to
propose the interference as described in MPEP §
2309. If the showing is based on alleged unpatentabil
ity of the patent claim or claims, the examiner should
determine whether any ground of unpatentability
alleged is such that it would also apply to the appli
cant; for example, if the applicant alleges that the
claims of the patent are statutorily barred by a refer
ence which would also be a bar to the applicant. If the
examiuerfinds that au alleged ground of unpatentabil
ity would also apply to the applicant, the interference
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(i) UNITED STATES D,EPARTMENT OF COMMERCE
Patent and Trademark Office
Address:' COMMISSIONER OFPATENTS AND TRADEMARKS

APPLICATION NUMBER FIUNGIRECEIPT DATE FIRST NAMED APPLICANT

DATE MAILED:

Am. DOCKET NOITITlE

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS
CONTAINING NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES

The nucleotide and/or amino acid sequence disclosure contained inthis application does not comply with
the requirements forsuch a disclosure asset forth in37CFR 1.821-1.825 forthe follOWing reason(s):

o 1.This application fails tocomply with the requirements of37 CFR 1.821-1.825.

o 2.This application does not contain, asa separate part ofthe disclosure on paper copy, a
"Sequence Usting"as required by37CFR 1.821 (c).

o 3.Acopy of the "Sequence Listing" incomputer readable form has not been submitted asrequired
by37CFR 1.821(e).' ,

o 4.Acopy ofthe "Sequence Listino" incomputer readable form has been submitted. The content
ofthe computer readable form,nowever, does not comply with the requirements of37CFR
1.822 and/or 1.832, asindicated on the attached marked-up copy ofthe "Raw Sequence Listing."

o 5.The computer readable form that has been filed with this application has been found tobe
damaged and/or unreadable asindicated on the attachedGRF Diskette Problem Report. A
substirute computer readable form must be submitted asreqUired by37 CFR 1.825(d).

o 6.The paper copy ofthe "Sequence Listing" isnot the same asthe computer readable form ofthe
"Sequence Listing" asreqUired by37CFR 1.821 (e).

D 7.0THER~:---,. ---__---_----__-----

APPLICANT MUST PROVIDE: .
[J 'An inllial orsubstllote computer readable form (CRA copy of the "Sequence Listing."o An initial orsubslltute paper copy, Oft,he "SequenceListing:' aswell asan amendment directing

itsentry into the specification.,o A statement that the content of the paper and computer readable copies are the same and where
appJicable, include no new matter, as required by37 CFR 1.821 (e), 1.821 (f), 1.821 (g), 1.825(b) or
1.825(d).

EOR QUESTIONS REGARDING COMPLIANCE WITH THESE REQUIREMENTS, PLEASE CONTACT:
DB For Ruleslnterpretationrcall (703) 30,8-1123.

For CRF submission hep,can (703) 308-4212.
For Patentln software help, call (703) 308-6856.

Customer Service Center
Inllia! Patent Examination Division (703) 308-1202

FORMPTo-1661Rev. 7/~7) PART 1- ATTORNEY/APPLICANT COpy
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A separate form is used for each count of the inter
ference. The form need not be typed. If the count is
identical to a claim of one of the parties, the number
of that claim is circled. If the count is not identical to
any claim of any of the parties, the count should be
typed on a plain sheet and attached to the form.

The files to be included in the interference should
be listed by last name (of the first listed inventor
application is joint), application number, filing date,
and, if applicable, patent number and issue date.

The sequence in which the parties are listed on the
form is completely immaterial. If the examiner has
determined that a party is entitled to the benefit of the
filing date of one or more applications (or patents) as
to the counts, the blanks provided on the form for
indicating this fact should be filled in as to all such
applications. It is particularly important to list all
intermediate applications necessary to provide conti
nuity of pendency to the earliest benefit application to
which a Party is entitled.

An applicant may be accorded the benefit of a for
eign application on the Form PTO-850 and the decla
ration notices only if the papers required by 37 CPR
1.55, including an English translation of the foreign
application, have been filed and the primary examiner
has determined that the applicant is in fact entitled to
the benefit of such application. In addition, for utility
or plant applications filed on or after November 29,
2000, the applicant must submit the priority claim
within the time required by 37 CPR 1.55(a)(I) or file
a grantable petition, including the surcharge set forth
in 37 CPR 1.17(t), for an unintentionally delayed pri
ority claim under 37CFR 1.55(c). A patenteemay be .
accorded the benefit of the filing date of a. foreign
applic~tion in the notice Of interference provided he
or she has complied with the requirements of 37 CPR
1.55, has filed an English translation, if reqlIired,an~

the primary examiner has determined that at least one
species within the count involved in the interference
is supported by the disclosure ofthefor~ign~pplica_

tion.

All claims in each party's application or patent
must be listed in the spaces provided on the form as
either corresponding or not corresponding to the
count A claim corresponds to a count if, considering
the count as prior art, the claim would be unpatentable

over the count under 35 V.S.C. 102 or 35 V.S.c. 103.
If the examiner is in doubt as to whether a party's
claimdoes.ordoesnot correspond to a count, it should
be listed as corresponding to the count. If the party
disagrees with this listing, a motion may be filed
under 37 CPR 1.633(c)(4) during the interference to
qesi15nllte the claimasnotcorrespondingtothe count.

Notethatforeach count, every claim inll party's
application or patent must be designated as either cor
responding or not corresponding to the count; this
includes any claims of the application which may be
under rejection.i.For.every claim. of an application
which is listed on the form, the examiner must indi
cate whether or not that claim is allowable by writing
itsnumber in either the "patented or patentable pend
ing claims" box or the "unpatentablepending claims"
boxonthe form. All patentclaims and at least one of
the application claims designated as corresponding to
the count must be listed in the "patented or patentable
pending claims"box.

If an involved application or patent contains multi
ple dependent claims, the examiner should be careful
to indicate which embodiments of each multiple
dependent claim correspond or do not correspond to
each count. An embodiment of a multiple dependent
claim should not be circled on form PTO-850as being
the count, but rather, the embodiment should be writ
ten outin independent form in the space provided.

After Form PTO-850 is filled out for each count of
the proposed interference, it must he signed by the
primary examiner and an Iriterference Practice Spe
cialistin.the sr~ce provided.~h~JorrnmUStalso be
signed by the TqDirector;lftheTC .Director's
approval is required (as when the interference
involves two applications whoseeffectivefiling dates
are more than 6 months apart),

The examiner should keep a.copy of the form or
fortns and all attachments for hislher records.

If two iof the parties. have the sameattomey or
agent, the examiner will in a separate memorandum
calltheatt~llti()nof the Board to that fact when the
Interference. Iriitial Memorandum is forwarded. The
administrative patent judge, when the interference is
declared, can then take such action as may be appro
priate under 37 CPR 1.613(b).
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1. . Use this formparagraph only for the initial communtcatlon
to the applicant. Use either form paragraph 24.03 or 24..04. for
subsequent communications.

2. Conclude action with appropriate form paragraph(s) 7.100
7.102.

3. When mailing the Office action, attachthe Cklt Diskette
Problem Report.

'J[ 24.03 Compact DisclCRF Submission Is Not Fully
Responsive, Bona Fide Attempt

The reply flled [1] is not fully responsive to the Office commu
nication mailed [2] for the reason(s) set forth below or on the
attached Notice To Comply With The Sequence Rules or CRF
Diskette Problem Report.

Since the above-mentioned reply appears to be bona fide,
applicant is given a TIME PERIOD of ONE (1) MONTH or
TlURTY (30) DAYS from the mailing date of this notice, which
ever is longer, within which to supply the omission or correction
in order to avoid abandonment. EXTENSIONS OP TillS TIME
PERIOD MAY BE GRANTED UNDER 37 CPR 1.136(a).

Examiner Note:

1. This form paragraph may be used whether or not the six
month period for reply has expired. It is intended for use when
ever a bona- fide reply has been submitted. This practice does not
apply where there has been a deliberate omission of some neces
sary part of a complete reply or where the reason the reply is
incomplete cannot. be characterized as an apparent oversight or
apparent inadvertence. Under such cases the examiner has no
authority to grant an extension if the six-month period for reply
has expired. Use form paragraph 24.04 under such circumstances.

2. In bracket 1, insert the date of the reply and in bracket 2,
insert the mail date of the communication requiring compliance.

3. When mailing the Office action, attach a Notice To Comply
With Requirements For Patent Applications Containing Nucle
otide Sequence AndlOr Amino Acid Sequence Disclosures, if any,
along with a marked-up copy of the Raw Sequence Listing, or
CRF Diskette Problem Report.

4. See 37 CPR 1.135(c), 1.821(g); MPEP §§ 710.02(c),
711.02(a), 714.02 and 714.03.

'J[ 24.04 Compact Disc/CRF Submission Is Not Fully
Responsive

The communication filed [1] is not fully responsive to the com
munication mailed [2] for the reason(s) set forth below or on the
attached Notice To Comply With The Sequence Rules or CRF
Diskette Problem Report.

If a complete reply has not been submitted by the time the
shortened statutory period set in the communication mailed [3]
has expired, this application will become abandoned unless appli
cant corrects the deficiency and obtains an extension of time

under 37 CPR 1.136(a). In no case mayan applicant extend the
period for reply beyond the SIX MONTH statutory period.

Examiner Note:

1. This form paragraph may not be 'used when the six 'month
period forreplyhas expired. Use this form paragraph in the situa
tion.where.Jn the reply {within thesix-months}, there has been a
deliberate .omissionor. some necessary part. of a complete reply.
When the reply appears to be bona fide, but through an apparent
oversight or inadvertence failed to provide a complete reply, use
form paragraph 24.03.

2. In bracket 1, insert the date of the reply and in brackets 2 and
3, insert the mail date of the communication requiring compli
ance.

3. When mailing the Office action, attach a Notice To Comply
With Requirements For Patent Applications Containing Nucle
otide Sequence AndlOr Amino Acid Sequence Disclosures, if any,
along with a marked-up copy of the Raw Sequence Listing, or
CRF Diskette Problem Report.

'J[ 24.05 CD-ROMlCD-R Requirements (Missing Sequence
Listing/CRF Statement)

This application is objected to because it does not include the
statement "the sequence listing information recorded in computer
readable form is identical to the written (on paper or compact
disc) sequence listing" and, where applicable, a statement that the
submission includes no new matter, as required by 37 CPR
1.821(e), 1.821(1), 1.821(g), 1.825(b) or 1.825(d). Correction is
required.

Examiner Note:

Use this form paragraph when there is no statement in the
transmittal letter stating that the sequence listing information
recorded in the CRF is identical to the written sequence listing

'J[ 24.05.01 CD-ROM/CD-R Requirements (Missing
Sequence Listing/CRF Statement in an Amendment Filed
with a CRF)

The amendment filed [1] is objected to because it does not
include the statement "the sequence listing information recorded
in computer readable form is identical to the written (on paper or
compact disc) sequence listing" and, where applicable, a state
ment that the submission includes no new matter, as required by
37 CPR 1.821(e), 1.821(1), 1.821(g), 1.825(b) or 1.825(d). A
statement that the sequence listing information is identical is
required.

Examiner Note:

1. Use this form paragraph when there is no statement in the
transmittal letter stating that the sequence listing information
recorded in the CRF is identical to the written sequence listing.

2. In bracket 1, insert the date of the amendment.
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2309.03 Affidavits and Declarations
Retained in File

When there are of record in the file of the applica
tion affidavits or declarations under 37 CFR 1.131 or
1.608, they should not be sealed but should be left in
the file for consideration by the Board.

Affidavits and declarations under 37CFR 1.131
and 1.608 are available for inspection by an opposing
party to an interference after the preliminary motions
under 37 CFR 1.633 are decided. See 37 CFR
1.6l2(b).

Affidavits or declarations in the file of a patent are
not removed, inasmuch as they have been available to
the public since the date the patent issued.

2309.06 Interfering Subject Matter
in "Secrecy Order" Cases

37 CFR 5.3. Prosecution 0/ application under secrecy
order; withholding patent.

*****
(b) An interference will not be declared involving natiorial

applications under secrecy order. However, if an applicarit whose
application is under secrecy order seeks to provoke an interfer
ence with an issued patent, a notice of that fact will be placed 'in
the file wrapper of the patent. (See § 1.607(d».

*****
Since declaration of an interference gives immedi

ate access to applications by opposing parties, no
interference will be declared involving an application
which has a secrecy order therein. See MPEP § 120
and § 130. Claims will be suggested, if necessary, so
that all parties will beclaiming the same patentable
invention. See MPEP § 2303 - § 2305.04. When each
application contains at least one claim to the same
patentable invention, the following letter will be sent
to all parties:

Claims 1, 2, etc. (including the conflicting claims and
claims not patentable over the application under secrecy
order) conflict with those of another application. How
ever, the secrecy order (of the other application/of your
application) does net permit the declaration of an interfer
ence. Accordingly, action on the application is .suspended
for so long as this situation continues.

Upon removal of the secrecy order and markings, if
applicable, from all applications, an interference will be
declared.

The letter should also indicate the allowability of
the remaining claims, if any.

A notice that claims have been presented in an
application under secrecy order for the purpose of
interference with a patent should be placed in the pat
ented file. Also, in accordance with 37 CFR 1.607(d),
the patentee should be notified. See MPEP § 2307.06.
The question of an interference is taken up upon ter
mination of the secrecy order in the application in
which patent claims are presented. The suggested
notices should be modified accordingly.

The notices should be signed by the primary exam,
iner. The copy of the notice retained separately in the
TC should, in addition, contain the identification of
the applications and patents involved and the interfer
ing claims.

2311 Declaration of Interference

37CFR 1.611. Declaration of interference.
(a) Noticeof declaration of an interference will be sent to

each party.
(b) When a notice of declaration is returned tothe Patent and

Trademark' Office undelivered, or in any other circumstance
where appropriate, an administrative' patent judge may send a
copy ofthe' notice to a patentee named in a patent involved in an
interference or the patentee's assignee of record' in: the Patent and
Trademark Office or order publication of an appropriate notice in
the Official Gazette. ' ,

(c) The notice of declaration shall specify:
(1) The name and-residence of each party involvedin the

interference;
(2) The name and,address of record of any attorney or

agent of record in any application or patent involved in the inter
ference;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) The identity of any application or patent involved in
the interference;

(5) Where a party is accorded the benefit of the filing date
of an earlier application, the identity of the earlier application;

(6}Thecount or countsand,ifthere is more than one
count,the examiner's explanation why the counts define different
patentable inventions;

(7) The claim or claims of any application or any patent
which correspond to each count;

(8) The examiner'sexplanation as to why each claimdes
ignated as corresponding to' a count is directed tothesame patent
able:invention as the count and why each claim, designated as.not
corresponding to any count is,not directed to the same patentable
invention as any count; and

(9) The order of the parties.
(d) The notice of declaration may also specify the time for:

(1) Filing a preliminary statement as 'provided in
§ 1.62I(a);

2300-25 August 2001



BIOTECHNOLOGY 2427.01

writing. the properly formatted file to one of the
acceptable electronic media. If a given sequence and
its associated information cannot practically or possi
bly fit on the electronic media requited in 37 CPR
1.824(c), an exception via a non-fee petition to waive
this provision will normally be granted. As set forth in
37 CPR 1.824(d), the computer readable forms that
are submitted in accordance with these rules will not
be returned to the applicant. 37 CPR 1.824(a)(6)
requires the labeling, with appropriate identifying
information, of the computer readable forms that are
submitted in accordance with these rules.

2426 Amendments to or Replacement
of Sequence Listing and Computer
ReadableCopy' Thereof

37 CFR 1.825. Amendments to or replacement ofsequence
listing and computer readable copy thereof

(a) Any amendment to a paper copy of the "Sequence List
ing" (§ 1.821(c)) must be made by the submission of snbstitute
sheets and include a statement that the substitute sheets include no
new matter. Any amendment to a compact disc copy of the
"Sequence Listing" (§ 1.821(c)) mnst be made by the snbmission
of a replacement compact disc (2 copies) in compliance with
§ J,52(e). Amendments must also be accompanied by a statement
that indicates' support for the amendment in the application, as
filed, and a statement that the replacement compact. disc includes
no newmatter,

(b) Any amendment to the paper copy of the "Sequence List
ing," in accordance with paragraph (a) of this section, must be
accompanied by a substitute copy of the computer readable form
(§ 1.821(e)) including all previously submitted data with the
amendment incorporated therein, accompanied by a statement that
the copy in computer readable form is the same as the substitute
copy of the "Sequence Listing."

(c) Any appropriate amendments to. the "Sequence Listing"
in a patent; e.g., by reason of reissue or certificate of correction,
must comply with the requirements of paragraphs (a) and (b) of

this section.

(d) If, upon receipt, the computer readable form is found to

be damaged or unreadable, applicant must provide,. within such
time as set by the Commissioner, a substitute copy ofthe data in
c?mputer readable form accompanied by a statement that the sub

stitute data is identical to that originally filed.

37 CPR 1.825 sets forth the procedures for amend
ing the "Sequence Listing" and the computer readable
copy thereof. The procedures that have been defined
in 37 CPR 1.825 involve the submission of either sub
stitute sheets or substitute compact discs of the
"Sequence Listing" or substitute copies of the com
puter readable form, in conjunction with statements

that indicate support for the amendment in theappli
cation, as filed, and that the substitute sheets or copies
include no newrnatter. (See MPEP § 608.05 and
§ 2428 for further information.) An amendment to the
material on a compact disc must be done by submit
ting a replacement compact disc with the amended
file(s). The amendment should include a correspond
ing amendment to the description of the compact disc
and the files contained thereon in the paper portion of
the specification. A replacement compact disc con
taining the amendedfiles also must contain all ofthe
files of the original compact disc that were not
amended. This will insure that the Office, printer, and
public can quickly access all of the current files in an
application or patent by referencing only the latest
compact disc.The requirement for statements regard
ing the absence of new matter follows current practice
relating to the submission of substitute specifications,
as set forth in 37 CPR 1.125. 37 CFR 1.825 (c)
addresses the situation where amendments to the
"Sequence Listing" are made after a patent has been
granted, e.g., by a certificate of correction, reissue or
reexamination. 37 CFR 1.825 (d) addresses the possi
bility and presents a remedy for the situation where
the computer readable form may be found by the
Office to be damaged or unreadable.

2427 Form Paragraphs and Notice
to Comply

2427;01 Form Paragraphs

See MPEP § 608.05 for form paragraphs which
should be used when notifying applicant that a com
pact disc submitted in accordance with 37 CFR
1.52(e) (i.e., containing a computer program listing,
Sequence Listing, andlor table) does not comply with
all of the requirements of the 37 CFR 1.52(e). See
also MPEP § 608.05(b) for form paragraphs which
should be used when a table submitted on compact
disc does not comply with 37 CFR 1.52(e).

In order to expedite the processing of applications,
minor errors pertaining to compliance with the
sequence rules may be handled with the first Office
action. Examples of minor errors are: when the
"Sequence Listing" under 37 CPR 1.821(c) is submit
ted on compact disc, missing statement in the trans
mittal letter stating that the two compact discs are
identical, missing an incorporation-by-reference of
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(b) Ex parteprosecutionas to specified matters maybe con
tinued concurrently with the interference with the consent of the
administrative patent judge.

Under 37 CFR 1.615, upon declaration of an inter
ference, ex parte prosecution of an application
involved in the interference is suspended and anyout
standing Office actions are considered as withdrawn
by operation of the rule. Ex parte Peterson, 49 USPQ
119, 1941 C.D. 8 (Comm'r Pat. 1941). Upon termina
tion of the interference, the examiner will reinstate the
action treated as withdrawn by operation of 37 CFR
1.615 and set a shortened statutory period for reply.

The treatment of amendments filed during an inter
ference is considered in detail in MPEP § 2364 
§ 2364.01.

The approval of the administrative patent judge in
charge of the interference must be obtained before
undertaking any concurrent prosecution of the appli
cation.

2315.01 Suspension -Overlapping
Applications

Where one of several applications of the same
inventor or assignee which contain overlapping
claims gets into an interference, the prosecution of aU
the cases not in the interference should be carried as
far as possible, by treating as prior art the counts of
the interference for the purpose of making provisional
rejections and by insisting on proper lines of division
or distinction between the applications. In some
instances, suspension of action by the Office cannot
be avoided. See MPEP § 709.01.

Where an application involved in an interference
includes, in addition to the subject matter of the inter
ference, a separate and divisible invention, prosecu
tion of the second invention may be had during the
pendency of the interference by filing a divisional
application for the second invention or by filing a
divisional application for the subject matter of the
interference and moving to substitute the latter divi
sional application for the application originally
involved in the interference. However, the application
for the second invention may not be passed to issue if
it contains claims broad enough to dominate matter
claimed in the application involved in the interfer
ence.

'f{ 23.17 Rejection Based on Countofan Interference
The rejection of claim [1] above based upon count [2] of Inter

ference No. [~], to which applicant Is a panyfs a provisional
rejection for the purpose. of resolving.all remaining issues in this
applic~tion. The provisional assumption. thatthe count is prior art
under 35 U.S.C. 102(g) against this application mayor may not be
true, and the prosecution.in this case will be suspended pending
finaldetermination of priority in the interference if and when no
other issues remain.

Examiner Note:
1. Thisparagraph must follow~llrejections under 35 U.s;C.
102 or 103 using the count of the interference as prior art.
2. This paragraph is applicable only to an application which is
commonly owned by a party in the interference but is not involved
in the interference.

'f{ 23.18 Suspension of Prosecution Pending Outcome of
Interference

The outcome of Interference No. [1] has a material bearing on
the patentability of the' claims in this application. Prosecution-in
this application is SUSPENDED pending a final jndgment in the
interference.

Applicant should 'call this case up for action upon termination
of the interference.

Examiner Note:
This paragraph should-only be used in an application that is not

in the interference but-is commonly owned by one of the parties
thereto.

2333 Preliminary Motions - Related
to Application Not Involved
in Interference

Whenever a party in interference brings a motion
under 37 CFR 1.633(d) or (e) concerning an applica
tion not already included in the interference, the
administrative patent judge win normally send the
primary examiner a written notice of such motion and
the primary examiner should place this notice in said
application file.

The notice is customarily sent to the Technology
Center (TC) which declared the interference, since the
application referred to in the motion is generally
examined in the s~me TC. However, if the application
is not being examined in the same TC, then the correct
TC should be ascertained and the notice forwarded to
that TC.

This notice serves useful and essential purposes,
and due attention must be given to it by the examiner
when it is received. First, the examiner is cautioned
by this notice not to consider ex parte, questions
which are pending before the Office in inter partes
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... .

Numeric
Defmition Comments and format Mandatory(M) or Optional (0) '.

Identifier
....• .

<306> Pages ....................................................... O.
............................ ......

..

<307> Date.............. Journal date on which data pub- O.
lished; specify as yyyy- mm-dd,

.
MMM-yyyy or Season- yyyy.

<308> Database Accession Accession number assigned by O.
Number. database including database name.

<309> Database Entry Date of entry in database; specify O.
Date........

.
as yyyy-mm-dd or MMM-yyYy. .

<310> Patent Document Document number; for patent-type O.
Number. citations only. Specify as, for

example, US 071 999,999. r :

<311> Patent Filing
.

Document filing date, for patent- O...
Date .............. type citations only; specify as

yyyy-mm-dd,

<312> Publication Document publication date, for O.
Date................ patent-type citations only; specify

as yyyy-mm-dd.

<313> Relevant FROM (position) TO (posi- O.
Residues............ tion) ...........

<400> Sequence................... SEQ ill NO should follow the M.
.... numeric identifier and should

appear on the line preceding the
actual sequence.

.

2424.03 Additional Miscellaneous
Requirements

Throughout 37 CFR 1.823(b), the items of informa
tion relating to patent applications and patent publica
tions should be provided keeping in mind the
appropriate standards that have been established by
the World Intellectual Property Organization (WIPO).
In general, an application should be identified by a
country code, .anumber and a filing date, while a pub
lished patent document should be identified by a
country code, a number and kind code. Proper citation
of priority patent applications is covered in MPEP
§ 201. 14(d). For published patent documents, the
country code, number and kind code will appear on

the front page of the document. Unpublished PCT
applications are identified by the letters PCT, the
country code of the Receiving Office, the last two dig
its of the year of filing and anumber, e.g.,PCT/AT811
00033, PCT/FR88/00100. A published PCT applica
tion is identified by the letters WO,the last two digits
of the year of publication, a number and a kind code,
e.g., W082/02827A, W088/06811A. Country codes
from WIPO Standard ST.3 Annex A and kind codes
from WIPO Standard ST.16are reproduced in MPEP
§ 1851. Questions on proper citation of patent docu
ments should be directed to the Search and Informa
tion Resources Administration, International Liaison
Staff.
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that the opponent wishes to have reviewed by the Board at a final
hearing. Where only the _opponent's response includes a request
for a final hearing, the party filing the paper shall, within 14 days
from the date of service of the opponent's response, file a reply
identifying any other decision of the administrative patent judge
that the party wishes to have reviewed by the Board at a final
hearing.

(3) The paper or the response should be accompanied by
a motion (§ 1.635) requesting a testimony period if either party
wishes to introduce any evidence to be considered at final hearing
(§ 1.671). Any evidence that a party wishes to have considered
with respect to the decisions and deferred motions identified for
consideration or review at final hearing shall be filed or, if appro
priate, noticed under § 1.671(e) during the testimony period of the
party. A request for a testimony period shall be construed as
including a request for final hearing.

(4) If the paper contains an explanation of why judgment
should not be entered in accordance with the order, and if no party
has requested a final hearing, the decision that is the basis for the
order shall be reviewed based on the contents of the paper and the
response. If the paper fails to show good cause, the Board shall
enter judgment against the party against whom the order issued.

Where appropriate, an administrative patent jndge
may consult with an examiner on a question which
arises in the first instance in the interference. For
example, a party may allege unpatentability over a
reference not previously considered, or may attempt
to add a count drawn to subject matter which was not
previously examined.

The extent of the consultation will be determined
by the administrative patent judge; the examiner may
be consulted merely on one point of patentability, or
may be asked to conduct a search of newly-presented
counts or claims. The consultation may be informal,
as by a telephone call, or may be by a more formal
written memorandum to the examiner.

It should be noted that nothing in 37 CFR 1.640
authorizes conferences between administrative patent
judges and examiners in ex parte appeals under
35 U.S.C. 134 from an adverse decision of an exam
iner.

2341 Unpatentability Discovered

37 CFR 1.641. Unpatentability discovered by
administrative patent judge.

(a) During the pendency of an interference, if the adminis
trative patent judge becomes aware of a reason why a claim desig
nated to correspond to a count may not __ be patentable, the
administrative patent judge may enter an order notifying the par
ties of the reason and set a time within which each party may
present its views, including any argument and any supporting evi-

dence, and, in the case of the party whose claim may be unpatent
able, any appropriate preliminary motions under §§ 1.633(c),
(d) and (b).

(b) If a party timely files a preliminary motion in response to
the order of the administrative patent judge, any opponent may
file an opposition (§ 1.638(a». If an opponent files an opposition,

the party may reply (§ 1.638(b».

(c) After considering any timely filed views, including any
timely filed preliminary motions under § 1.633, oppositions and
replies, the administrative patent judge shall decide how the inter
ference shall-proceed.

If the examiner, while the interference is pending,
discovers a reference or other reason which he or she
believes would render one or more of the parties'
claims corresponding to the count(s) unpatentable, the
reference or other reason should be brought to the
attention of the administrative patent judge in charge
of the interference. The administrative patent judge
will determine what action, if any, should be taken in
the interference.

2342 Addition to Interference

37 CFR 1.642. Addition of application or patent to
interference.

During the pendency of an interference, if the adminis
trative patent judge becomes aware of an application or a patent
not involved in the interference which claims the-same patentable
invention as a count in the interference, the administrative patent
judge may add the application or patent to the interference on such
terms as may be fair to all parties.

37 CFR 1.642 permits an administrative patent
judge to add a newly discovered patent, as well as
newly discovered applications, to an interference.

EXAMINER DISCOVERS ANOTHER APPLI
CATION OR PATENT DURING INTERFER
ENCE

If, during the pendency of an interference, the
examiner discovers another application or patent
claiming subject matter which is the same as, or not
patentably distinct from, the invention defined in a
count of the interference, the examiner should bring
the application or patent to the attention of the admin
istrative patent judge in charge of the interference.
The administrative patent judge will determine what
action, if any, should be taken in the interference.

If the application in question is for reissue of a
patent involved in the interference, see MPEP § 2360.
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Numeric
Definition Comments and format Mandatory (M) or Optional (0)

Identifier

<141> Current Filing Specify as: yyyy-mm- M, if available.
Date ....... dd...,...;;.............

<ISO> Prior Application Specify as: US 07/999,999 or M, if applicable include priority
Number. PCTIUS96/99999. documents under 35 U.S.c. 119

.
and 120

<lSI> Prior Application Fil- Specify as: yyyy-mm-dd M, if applicable

. ing Date.. .. ..................... .: . .

<160> Number of SEQ ID Count includes total number of M.
NOs. SEQID

NOs ................................................
. ...

<170> Soft- Narne of software used to create O.
ware ....... ;............... . the Sequence Listing.

<210> SEQID Response shall be an integer repre- . M.
NO:#: .............. sentingthe SEQ ID NO shown.

<211> Length....................... Respond with an integer express- M.
.... ing thenumber of bases or amino .

acid residues.

<212> Type........................... Whether presented sequence mole- M.
... cule is DNA, RNA, or PRT (pro-

teiu). If a nucleotide sequence
contains both DNA and RNA frag-
ments, the type shall be "DNA." In
addition, the combilledDNA!
RNA molecule shall be further
described in the <220> to <223> .
feature section. .

<213> Organ- Scientific name, i.e. Genus/ spe- M.
I ism...................... cies, Unknown or Artificial

Sequence. In addition, the
"Unknown" or "Artificial
Sequence" organisms shall be fur-
ther described in the <220> to
<223> feature section.
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not involved in the interference be rejected and thata
patent be reexamined as to patent claims not involved
in ihe interference.

When a patent is involved in an interference each
claim of the patent will be designated to (A) corre
spond to a count or (B) not correspond to a count. All
claims which are ultimately determined to correspond
to a count will be involved in the judgmentoft\)e
interference. Inasmuch as ihey are involved in ihe
judgment of the interference, ihere is no needto rec
ommend reexamination of ihose claims. The claims
involved in the interference are eiiher patentable or
unpatentable based on the final decision ofthe Board.

2360 Reexamination, Reissue,Protest,
or Litigation During Interference

37 CFR 1.660. Notice ofreexamination. reissue, protest or
litigation.

(a) When a request for reexamination of a patent involved in
an interference is filed, the patent 'owner shallnotify the Board
within IO-days ofreceiving noticethat therequest was filed.

(b) When', an application _for reissue is _filedbya patentee
involved in_an _interference, the-patentee _shall notify the Board
within 10 daysofthe day the application forreissue is filed..

(c) When a protest under § 1.291 is filed against anapplica
tion involved. in an interference, the applicant .shall notify the

Board within 10daysof receiving noticethat theprotest was filed.
(d) A party in an interference shall notify the Board

promptly of any litigation related to any patent or application
involvedin aninterference, including anycivil actioncommenced
under 35 U.S.c. 146.

(ejThe notice required by this section is .designed to assist
the administrative patent judge,and the Board in efficiently han..
dlinginterference cases. Failure of a party to complywiththepro
visions of this section may result in sanctions under § 1.616.
Knowledge by, ornotice to, an employeeof the Office other than
an employee of the Board, of the existence of the reexamination,
application forreissue,protest, or litigation shallnotbe sufficient.
Thenotice contemplated by this sectionis notice addressed to the
administrative patent judge in charge of the interference in which
theapplication orpatent is involved.

Under 37 CFR 1.660, a party is .required to notify
the Board when ihe party's patent or application
becomes involved in oiher USPTO proceedings (reex
amination, reissue, or protest) or litigation.

Before taking any action on the reexamination,
reissue, or protest, the primary examiner should con
sult the administrative patent judge in charge of ihe
interference. It is particularly important ihat a reissue
application not be granted wiihout the approval of the

administralive patenl judge; Also see MPEP § 2284
concerning requests for reexamination of a patent
involved in an interference.

2361 Termination of Interference
After Judgment

37 CFR 1.661, Termination of interference after judgment.
After a finaldecision-is entered by theBoard, an-interference is

considered terminated-when no appeaL(35 U.S.c. 141) or other
reviewJ35U.S.C.146) has been or can he taken or had.

37 CFR 1.661 sets forth when an interference is
considered terminated after a judgment is entered in
the interference, For thepurpose of filing copies of
settlement agreements under 35 U.S.C. 135(c), if an
appeal or civil action is not filed, the interference is
considered terminated as of the date the time for filing
an appeal or civil action expired, 37 CFR1.661; Tall
ent v. Lamoine, 204 USPQ 1058 (Comm'r Pat. 1979).
See also Nelson. v. Bowler, 212 USPQ760 (Comm'r
Pat. 1981). If an appeal is. taken to the Court of
Appeals for the Federal Circuit, the interference ter
minateson ihe date of receipt of the court's mandate
by the U.S. Patent and Trademark Office. SeeMPEP
§ 1216.01. If a civil action is filed, and the decision of
ihe district court is not appealed, the interference ter
minates.on the dateihe time for filing.an appeal from
the court's decision expires: Hunter v. Beissbarth,
15 USPQ2<l 1343 (Comm'r Pat. 1990).

2363 Action After Interference

37 CFR 1.664. Action after interference.
(a) After_termination of an interference, the examiner

willpro1n.ptly take sll~h action, in any, application previously
involved in the interference as may be necessary. Unless entered
by order of an administrative patent judge, amendments presented
during the interference shall,not be entered, 'but may be subse
q\lelltly presented by the applicant subject to the provisions of this
subpart provided prosecution of the application is not otherwise
closed.

(b) After judgIl1ent, the application of any party may be held
subject _to further examination, including, ,an interference, with
anotherapplication.

The files are returned to the Technology Center
(TC) after termination of the interference. Jurisdiction
of the examiner is automatically restored wiih ihe
return of ihe files, and ihe cases of all parties are sub
ject to such ex parte action asiheir respective condi
tions may require. The date when ihe interference
terminates does. not mark the beginning of a statutory
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Numeric
Definition Comments and format Mandatory (M) or Optional (0)Identifier

<300> Publication Informa- Leave blank after <300> O.
tion

<301> Authors ......................
.

O.Preferably max. of ten named

'" authors of publication; specify one
name per line; preferable format:
Surname, Other Names andlor Ini-
tials.

<302> Title........................... ....................................................... O.
.... ......

<303> Jour- ........................................................ O.
nal........................... ......

<304> Volume
.

O.
.

.......................................................
I......................... ...... .

<305> Issue ......................................................... O.
............................... ......

<306> Pages ....................................................... O.
............................ ...... ,.

.

<307> Date .............. Journal date on which data pub- O.
lished; specify as yyyy- rnm-dd,
MMM-yyyy orSeason-yyyy.

<308> Database Accession Accession number assigned by 0,
Number. database including database name.

<309> Database Entry Date of entry in database; specify O.
Date ........ as yyyy-mm-dd or MMM-yyyy.

<310> Patent Document Document number; for patent-type O.
Number. citations only. Specify as, for

example, US 07/999,999.

<311> Patent Filing Document filing date, for patent- O.
Date .............. type citations only; specify as

yyyy-mm-dd.

<312> Publication Document publication date, for O.
Date ................ patent-type citations only; specify

as yyyy-mm-dd,

<313> Relevant FROM (position) TO (posi- O.
Residues ............ tion) ...... ,....
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such claims "stand finally disposed of without further
action by the examiner." See also 35 U.S.C. 135(a).
When the files are returned to the TC after termina
tion of the interference, a pencil line should be drawn
through the claims as to which a judgment of priority
adverse to an applicant has been rendered, and the
notation "37 CFR 1.663" should be written in the
margin to indicate the reason for the pencil line. If
these claims have not been canceled by the applicant
and the application is otherwise ready for issue, these
notations should be replaced by a line in red ink and
the notation "37 CFR 1.663" in red ink before passing
the application to issue, and the applicant notified of
the cancellation by an Examiner's Amendment. If an
action is necessary in the application after the interfer
ence, the applicant should also be informed that
"Claims (designated by numerals), as to which a judg
ment adverse to the applicant has been rendered, stand
finally disposed of in accordance with 37 CFR
1.663."

If all the claims in the application are eliminated, a
letter should be written informing the applicant that
all the claims in the application have been disposed
of, indicating the circumstances, that no claims
remain subject to prosecution, and that the application
will be sent to the abandoned files with the next group
of abandoned applications. Proceedings are termi
nated as of the date the interference terminated. See
MPEP § 2361.

If the losing party's application was under rejection
at the time the interference was declared, such rejec
tion is ordinarily repeated (either in full or by refer
ence to the previous action) and, in addition, any other
suitable rejections, as discussed below, are made. If
the losing party's application was under final rejection
or ready for issue, his or her right to reopen the prose
cution is restricted to subject matter related to the
issue of the interference.

Where the losing party failed to get a copy of the
opponent's drawing or specification during the inter
ference, the losing party may order a copy thereof to
enable said party to respond to a rejection based on
the successful party's disclosure. Such order is
referred to the administrative patent judge who has
authority to approve orders of this nature.

In addition to repeating any outstanding rejection,
the examiner should consider whether any remaining
claims in the losing party's application should be

rejected on the ground of unpatentability under
35 U.S.C. 102/103, or on the ground of estoppel.

UNPATENTABILITY UNDER 35 U.S.C. 1021103

The examiner should determine from the Board's
decision the basis on which judgment was rendered
against the applicant. If the judgment was that appli
cant was not the first inventor of the subject matter in
issue, the application claims may be rejected under
35 U.S.C. 102(g)/103 as unpatentable over the lost
counts. If the judgment was based on a holding that
applicant derived the invention from another, a rejec
tion of claims as unpatentable over. the lost counts
under 35 U.S.C. 102(0/103 may be in order. Where
the Board rendered judgment against the applicant
because his or her claims were unpatentable over
prior art, under 35 U.S.C. 112, or on other grounds,
the other claims in the application should be reviewed
to determine whether any of those grounds may be
applicable to them.

ESTOPPEL

Claims which cannot be rejected as unpatentable
over the lost counts may still be subject to rejection on
the ground of estoppel. As stated in 37 CFR 1.658(c),
a losing party who could have properly moved under
37 CFR 1.633 or 1.634, but failed to do so, is
estopped from taking subsequent action in the USPTO
which is inconsistent with the party's failure to prop
erly move. However, in the event of a "split award,"
the losing party is not estopped as to claims which
corresponded, or properly could have corresponded,
to a count which he or she won.

The following examples illustrate the application of
estoppel to the losing party:

Examplel
Junior party applicant AL and senior party appli
cant AK both disclose separate patentable inven
tions "A" and "B" and claim only invention A in
their respective applications. An interference is
declared with a single count to invention A. Nei
ther party files a motion under 37 CFR 1.633(c)(1)
to add a count to invention B. Judgment as to all
of AL's claims corresponding to the sole count is
awarded to junior party applicant AL. Senior party
applicant AK will be estopped to thereafter obtain
a patent containing claims to invention B, because
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be set forth at the beginning of the "Sequence Listing." The fol
lowingtable illustrates thenwneric identifiers.

2424

.

Numeric
..

Identifier
Definition Comments and format Mandatory (M) or Optional (0)

.. . .. ..

<110> Appli- Preferably max. of]0 names; one M.
cant. ..................... name per line; preferable format: ..

Surname, Other Names and/or IIlI-
tials.

<120> Title of Inven- .........................-............................. ; .. M .
tion .......... ...... .

<130> File Refer- Personal file refer- M when filed prior to assignment
ence............... ence ......................... or app!. number

<140> Current Application Specify as: US 07/999,999 or M, if available.
Number. PCTIUS96/99999.

<141> Current Filing Specify as: yyyy-mm- M, if available.
Date ....... dd ......................

<150> Prior Application Specify as: US 07/999,999 or M, if applicable include priority
Number. PCTIUS96/99999. documents under 35 U.S.c. 119

and 120

<151> Prior Application Fil- Specify as: yyyy-mm-dd M, if applicable
ing Date. .....................

<160> Number of SEQ ID Count includes total number of M.
NOs. SEQID

NOs................................................

<170> Soft- Name of software used to create O.
.

ware....................... the Sequence Listing.

<210> SEQID Response shall be an integer repre- M.
NO:#: .............. . sentingtb.e SEQ ID NO shown.

<211> Length....................... Respond with an integer express- M.
.... ing the number of bases or amino

acid residues.
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AQ's claims corresponding to the sole count is
awarded to applicant AQ. Applicant AS and the
assignee would not be estopped, because applicant
AQ was not a "losing party" (37 CPR 1.658(c».

Example B
Applicant AT discloses a generic invention to "sol"
vent" and a species to "benzene." Application AT
contains a patentable claim 1 (solvent) and no
other claims. Applicant AU discloses the generic
invention to "solvent" and species to ''benzene''
and "toluene." Application AU contains patentable
claim 3 (solvent) and no other claims. An interfer
ence is declared with a single count (solvent).
Claim 1 of application AT andclaim 3 of applica
tion AU are designated to correspond to the count.
No preliminary motions are filed. A judgment is
entered in favor of applicant AT on the claim cor"
responding to the sole count. Applicant AU would
be estopped to obtain a patent containing a claim
to benzene, because applicant AU failed to file a
preliminary motion under 37 CPR 1.633(c)(I)
seeking to add a count to benzene and benzene was
disclosed in winning party AT's application.
Applicant AU would also be estopped to obtain a
patent containing a claim to tolnene, unless "tolu
ene" defines a "separate patentable invention"
from "solvent." A basis for interference estoppel
(37 CPR 1.658(c)) exists if "toluene" and "sol"
vent" define the "same patentable invention"
because a claim to "toluene" could properly have
been added and designated to correspond to the
count. See 37 CPR 1.633(c)(2).

The following two examples illustrate the applica
tion of estoppel against an applicant who lost. the
interference based solely on the fact that the applicant
was unable to establish a date of invention prior to the
opponent's foreign filing date (see Ex parte Tytgat,
225 USPQ 907 (Bd. App. 1985»:

Example 9.
Application AV discloses engines in general and in
particular a 6"cylinder engine. Application AV
contains only claim 1 (engine). Application AW
discloses engines in general, but does notspecifi
cally disclose a 6"cylinder engine. Application AW
contains only a single claim 3 (engine). The U.S.
"filing date" (37 CFR 1.601(h) of the AV applica
tion is prior to the U.S. filing date of the AW appli-

2300-35

cation, but the AW application claims a foreign
priority date under 35 U.S.C. 119 based on an
application filed in a foreign country prior to the
filing date of the AV application. An interference
is declared. The sole count of the interference is to
"an engine." Claim 1 of the AV application and
claim 3. of the AW application are designated to
correspond to the count. During the interference,
applicant. AV does not move under 37 CFR
1.633(c)(2) to add a claim to a 6-cylinder engine
and to designate the claim to correspond to the
count. Applicant AW is awarded a judgment in the
interference based on the earlier filing date of the
foreign application. After the interference, appli
cant AV adds claim 2 (6-cylinder engine) to the
AV application. Whether AV would be entitled to a
patent containing a claim to a 6-cylinder engine
will depend solely on whether a 6-cylinder engine
is a "separate patentable invention" from "engine"
- the subject matter of the count. If a 6-cylinder
engine is a "separate patentable invention" within
the meaning of 37 CPR 1.601(n), applicant AV
could not have successfully moved under 37 CFR
1.633(c)(2) to add claim 2 and to designate it to
correspond to the count. Therefore applicant AV
could obtain a patent containing claim 2. If, on the
other hand, a 6-cylinder engine is not a "separate
patentable invention," claim 2 of the AV applica
tion would be rejected on the basis of interference
estoppel because claini 2 could have been added
bya motion under 37 CPR 1.633(c)(2). See
37 CFR 1.658(c).

Example 10.

This example is basically the same as Example 9,
except that application AV initially contains claim
1 (engine) and claim 2 (6-cylinder engine). When
the interference is declared, both claims 1 and 2 of
application AV are designated to correspond to the
count. During the interference, applicant AV does
not move under 37 CPR 1.633(c)(4) to designate
claim 2 as not corresponding to the count. A judg
ment in the interference is entered for applicant
AW based on the earlier filing date of the foreign
patent application. After the interference, applicant
AV would not be able to obtain a patent
containing claim 2, because the claim was desig
nated to correspond to a count and entry of the
judgment constitutes a final decision by the PTO
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acid sequences that is set forth in this section remains applicable
for amino acid sequences that are circular in configuration, with
the exception. that the.designation of the first amino acid ofthe
sequence may be made at the option of the applicant.

(5) An amino acid sequence that contains internal tenni
nator symbols (e.g., "Ter", "*", or ".",etc.) may not be repre
sented as a' single amino acid' sequence, 'but shall be presented as
separate amino acid sequences.

(~) A sequence with a gap or gaps shall be presented as 3,

plurality of separate sequences, with separate sequence identifiers,
with the number of separate sequences being equal in number to
the' number of continuous. strings of sequence data.' A sequence
that is made up of one or more noncontiguous segmentsofa larger
sequence or segments from different sequences shall be presented
as a separate sequence.

Tables 1-6 of WIPO Standard :ST.25 (1998),
Appendix 2, are reproduced in MPEP § 2422.

2423.01 Format and Symbols To Be
Used in Sequence Listings

37 CPR 1.822 sets forth the format and symbols to
be used for listing nucleotide and/or amino acid
sequence data. The codes for representing thenucle
otide and/or amino acid characters in the sequences
are set forth in the tables of WIPO Standard ST.25
(1998), Appendix 2, Tables 1 and 3. See MPEP
§ 2422. No otber symbols shallbe used in nucleotide
and amino acid sequences. The "modified base" and
"modified and unusual amino acid" codes appearing
in WIPO Standard ST.25 (1998), Appendix 2, Tables
2 and 4 (see 37CFR 1.822 and "MPEP § 2422) are
not to be set forth in the sequences recited in the
Sequence Listing, However, "modified base" or
"modified and unusual amino acid" codes may be
used in the written description and/or drawing por
tions of the specification. To properly enter notations
for modified codes in the Sequence Listing, the Fea
ture section of the Sequence Listing should be used.
That is, a modified base or amino acid may be pre
sented in a given sequence as the corresponding
unmodified base or amino acid if the modified base or
amino acid is one of those listed in WIPO Standard
ST.25(1998), Appendix 2, Table 2 or 4 and the modi
fication is also set forth in the Feature section of the
Sequence Listing. Otherwise, all bases or amino acids
not appearing in WIPO Standard ST.25 (1998),
Appendix 2, Table 1 or 3 must be listed in a given
sequence as "n" or "Xaa," .respectively. with further

information given in the Feature section of the
"Sequence Listing." See 37 CPR 1.823(b).

In 37 CPR 1.822(b) and 37 CPR 1.822(d), the use
of three-letter codes for amino acids is required. The
use of the three-letter codes for amino acids is pre
ferred over the one-letter codes from the perspective
of facilitating the examiner's review of the application
papers, including the "Sequence Listing", and the
public's, as well as the examiner's, use of the printed
patents. The three-letter codes must be presented
using the upper case for the first character and lower
case for the remaining two characters.

37 CPR 1.822(c) through (e) setforth the format for
presenting sequence data. These paragraphs set forth
the mannerin which the characters in sequences are to
be grouped, spaced, presented and numbered.

2423.02 Depiction of Coding Regions

If applicant chooses to depict coding regions,
37 CFR 1.822 (c)(3) requires the amino acids corre
sponding to the codons in the coding parts of a nucle
otide sequence to be typed immediately below the
corresponding codons, Further, in 37 CPR 1.822
(c)(3), the situation in which a codon spans an intron
has been addressed. In those situations, the "amino
acid symbol shall be typed below the portion of the
codon containing two nucleotides." This requirement
clarifies the representation of an amino acid that core
responds to a codon that spans an intron.

It should be noted that the sequence rules do not, in
any way, require the depiction of coding regions or
the amino acids corresponding to the codons in those
coding regions. 37 CFR 1.822 (d) only requires that
where amino acids corresponding to the codons in the
COding parts of a nucleotide sequence are depicted,
they must be depicted below the corresponding
codons. There is absolutely no requirement in the
rules to depict coding regions. Nor is there a require
ment to separately list the amino acids corresponding
to the codons in the coding parts of a nucleotide
sequence unless the applicant desires to discuss the
amino acids as a separate sequence. That is, when the
coding parts of a nucleotide sequence and their corre
sponding amino acids have been identified, if appli
cant desires to discuss those amino acids in the coding
parts of the nucleotide as a separate sequence, those
amino acids must also be set forth as a separate
sequence. The separate submission of the amino acid
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interference before entering any amendments in any
of the cases involved in the interference.

If the amendment is filed in reply to a letter by the
primary examiner, suggesting a claim or claims for
interference with another party and for the purpose of
declaring au additional interference, the examiner,
after obtaining the consent of the administrative
patent judge, enters the amendment and takes the
proper steps to propose the second interference.

If the amendment is one filed in an application
where the administrative patent judge has consented
to ex parte prosecution of an appeal to the Board of
Patent Appeals and Interferences being conducted
concurrently with the interference proceeding (see
MPEP § 2315) and if it relates to the appeal, it should
be treated like any similar amendment in an ordinary
appealed application.

When an amendment filed during interference pur
ports to put the application in condition for another
interference either with a pending application or with
a patent, the primary examiner must personally con
sider the amendment sufficiently to determine
whether, in fact, it does so, and should then consult
with the administrative patent judge. With the consent
of the administrative patent judge, one of the follow
ing three actions may be appropriate.

(A) If the amendment presents allowable claims
directed to an invention claimed in a patent or in
another pending application in issue or ready for
issue, the examiner borrows the file, enters the
amendment, and takes the proper steps to propose the
second interference.

(B) Where in the opmion of the examiner, the
proposed amendment does not put the application in
condition for interference with another application not
involved in the interference, the amendment is placed
in the file and marked "not entered" and the applicant
is informed why it will not be now entered and acted
upon.

(C) When the amendment seeks to provoke an
interference with a patent not involved in the interfer
ence and the examiner believes that the claims pre
sented are not patentable to the applicant, and where
the application is open to further ex parte prosecution,
the file should be obtained, the amendment entered,
and the claims rejected, setting a time period for reply.
If reconsideration is requested and rejection made
final, a time period for appeal should be set. Where
the application at the time of forming the interference
was closed to further ex parte prosecution and the dis
closure of the application will prima facie not support
the claim presented, or where the claims presented are
drawn to a nonelected invention, the amendment will
not be entered and the applicant will be so informed.
That communication will give briefly the reason for
the nonentry of the amendment.

2365 Second Interference

37 CFR 1.665. Second interference.
A second interference between the same parties will not be

declared upon an application not involved in an earlier interfer
ence for an invention defined by a count of the earlier interfer
ence. See § 1.658(c).

•••••••••••••••••••••••••••••
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§ 2428 for further information and Sample State
ments.

2422.07 Requirements for Compliance,
Statements Regarding New
Matter, and Sanctions for
Failure to Comply

37. CPR 1.821(g) requires compliance with the
requirements of37 CPR 1.821(b) through (f), as dis
cussed above, if they are not satisfied at the time of
filing under35 U.S.C. lIl(a) or at the time of entering
the national stage of an international application
under 35 U.S.C. 371, within the period oftime set in a
notice reqniring compliance. Failure to comply will
result in the abandonment of the application. Submis
sions in reply to requirements under this paragraph
must beaccompanied by a statement that the submis
sion includes no new matter. Snch a statement may be
made by the applicant. Extensions of time in which to
reply to arequirement under this paragraph are avail
able pursuantto 37 CFR 1.136. When an action by the
applicant is a bona fide attempt to comply with these
rules and it is apparent that compliance with some
reqnirement has inadvertently been omitted, the appli
cant may be given a new time period to correct the
omission. See 37 CFR 1.135(c).

Provisional applications filed under 35 U.S.C.
Ill(b) need not comply with 37 CFR 1.821 through
1.825, however; applicants are encouraged to file a
Sequence Listing as defined in 37 CPR 1.821(c) for
ease of identification of the sequence information
contained in the provisional application.

37 CPR 1.821(h) requires compliance with the
requirements of 37 c:FR 1.821(b) through (f), as dis
cussed above, within the time period prescribed in a
notice requiring compliance in an international appli
cation filed in the United States Receiving Office
under the Patent Cooperation Treaty (PCT), if the
above noted requirements are not satisfied at the time
of filing.. Submissions in reply to requirements under
this paragraph must be accompanied bya statement
that the submission does not include matter which
goes beyond the disclosure in the international appli
cation as filed. Such a statement may be made by an
applicant. International applications that fail to com-

ply with any of the requirements of 37 CPR 1.821(b)
(f) will be searched to the extent possible without the
benefit of the information in computer readable form.
See PCT Administrative Instructions Section 513(c).

The requirement to submit a statement that a sub
mission in reply to the requirements of this section
does not include new matter or matter which goes
beyond the disclosure in the application as filed is not
the first instance in which. the applicant has been
required to ensure that there is not new matter upon
amendment. The requirement is analogous to that
found in 37 CFR 1.125 regarding substitute specifica
tions. When a substitute specification is required
because the number or nature of amendments would
make it difficult to examine the application, the appli
cant must include a statement that the substitute spec
ification includes no new matter. The necessity of
requiring a substitute "Sequence Listing," or pages
thereof, is similar to the necessity of requiring a sub
stitute specification and, likewise, the burden is on the
applicant to ensure that no new matter is added.
Applicants have a duty to comply with the statutory
prohibition (35 U.S.c. 132 and 35 U.S.C. 251) against
the introduction of new matter.

It should be. noted that .the treatment accorded
errors in sequencing or any other errors prior to the
implementation date of the sequence rules will be no
different for those applications filed on or after the
implementation date of these rules. The correction of
errors in sequencing or any other errors that are made
in describing an invention are, as they have always
been, subject to the statntory prohibition (35 U.S.c.
132 and 35 U.S.C. 251) against the introdnction of
new matter.

2422.08 Presumptions Regarding
Compliance

Neither the presence nor absence of information
which is not required under the sequence rules will
create a presumption that such information is neces
sary to satisfy any of the requirements of 35 U.S.C.
112. Further, the grant of a patent on an application
that is subject to 37 CFR 1.821 through 37 CPR 1.825
constitutes a presumption that the granted patent com
plies with the requirements of these rules.

2400-37 August 2001



Chapter 2400 Biotechnology

2404.02

2411.04
2411.05

2422.04

2422.03

2422.07

2422.02

2422.05

2422.08
2422.09

2422.06

2424.02

2424.03

Disclosures in Patent Applications
2422.01 Definitions of Nucleotideandlor Amino Acids

for Purpose ofSequence Rules
The Reqnirement for Exclusive Conformance;
SequencesPresented in Drawing Figures
The Requirements for a Sequence Listing
and Sequence Identifiers; Sequences Embed
ded in Application Text; Variants of a
Presented Sequence
The Requirement for a Computer Readable
Copy of the Official Copy of the Sequence
Listing
Reference to Previously Filed Identical
Computer Readable Form; Continuingor
DerivativeApplications;Request for Transfer
of Computer Readable Form
Requirement forStatement Regarding Content
of Official and Computer Readable Copies of
Sequence Listing
Requirementsfor Compliance, Statements
Regarding New Matter, and Sanctions for
Failure to Comply
Presumptions Regarding Compliance
Box Sequence;Hand Delivery of Sequence
Listings and Computer Readable Forms

2423 Symbols and Format To Be Used
for Nucleotide andlor Amino Acid
Sequence Data

2423.01 Format and Symbols To Be Used in Sequence
Listings

2423.02 Depiction of Coding Regions
2423.03 .Presentation and Enumeration of Sequences
2424 Requirements for Nucleotide and/or Amino

Acid Sequences as Part of tbe Application
Papers

2424.01 Informational Requirements for the Sequence
Listing
Sequence Listing
Numeric Identifiers
Additional Miscellaneous
Requirements

2425 Form and Formatfor Nucleotide and/or Amino
Acid Sequence Submissions in Computer
Readable Form

2426 Amendments to or Replacement of Sequence
Listing and Computer Readable Copy Thereof

2427 Form Paragraphs and Notice to Comply
2427.01 Form Paragraphs
2427.02 Notice To Comply
2428 Sample Statements
2429 Helpful Hints for Compliance
2430 PatentIn Information; Utilities Programs;

2401 Introduction
2402 The Deposit Rules
2403 Deposit of Biological Material
2403.01 Material Capable of Self-Replication
2403.02 Plant Material
2404 Need or Opportunity

to Make a Deposit
2404.01 Biological Material That Is Known and

Readily Available to the Public
Biological Material That Can Be Made or
Isolated Without Undue Experimentation

2404.03 Reference to a Deposit in the Specification
2405 Acceptable Depository
2406 Time of Making an

Original Deposit
2406.01 Description in Application Specification
2406.02 DepositAfter Filing Date - Corroboration
2406.03 Possible Loss of U.S. Filing Date in Other

Countries
2407 Replacement or Supplement of Deposit
2407.01 In a Pending Application
2407.02 After a Patent Has Issued
2407.03 Failure to Replace
2407.04 Treatment of Replacement
2407.05 Exemption From Replacement
2407.06 ReplacementMay

Not Be Recognized
2408 Term of Deposit
2409 Viability of Deposit
2410 Furnishing of Samples
2410.01 Conditions of Deposit
2410.02 Certification of Statement of Availability of

Deposit
2411 Examination Procedures
2411.01 Rejections Based on Deposit Issue
2411.02 Replies to Rejections Based on Deposit Issue
2411.03 Applicationin ConditionforAIlowanceExcept

for Deposit
After a Patent Has Been Granted
Content of Application with Respect to
Deposited Material

2420 The Reqnirements for Patent Applications
Containing Nucleotide Sequence andlor Amino
Acid Sequence Disclosures -fhe Sequence Rules

2421 Overview of the Sequence Rules
2421.01 ApplicationsAffected
2421.02 Summaryof the Requirementsof the Sequence

Rules
2421.03 Notification of a Failure to Comply
2421.04 Future Changes to the Sequence Rules
2422 Nucleotide andlor Amino Acid Sequence

2400-1 August 2001



BIOTECHNOLOGY 2422,04

applicant considers the sequence to be prior art. In
general; any sequence that is disclosed andlor claimed
as a sequence, i.e., as a string of particular bases or
amino acids, and that otherwise meets the criteria of
37 CFR 1.821(a), must be set forth in the "Sequence
Listing."

It is generally acceptable to present a single, gen
eral sequence in accordance with the sequence rules
and to discuss andlor claim variants of that general
sequence without presenting each variantas a separate
sequence in the "Sequence Listing." By way of exam
ple only, the following types of sequence disclosures
would be treated as noted herein by the Office. With
respect to "conservatively modified variants thereof'
of a sequence, the sequences may be described as
SEQ ID NO:X and "conservatively modified variants
thereof," if desired. With respect to a sequence that
"may be deleted at the C-terminus by I, 2, 3, 4, or 5
residues," an of the implied variations do not need to
be included in the "Sequence Listing." If such a situ
ation were encompassed by the rules, it would intro
duce far too much complexity into the "Sequence
Listing" and the Office's database. The possible math
ematical variations thatcould result from this type of
language could reasonably require a "Sequence List
ing" that would be thousands of pages in length, In
this latter example, only theundeletedsequence needs
to be included in the "Sequence Listing," and the
sequences may be described as SEQ IDNO:X from
which deletions have been made at the C-tenninus by
I, 2, 3, 4, or 5 residues. The Office's database will
only contain the undeleted sequence.

37 CFR 1.821(d) requires the use of the assigned
sequence identifier in all instances where the descrip
tion or claims of a patent application discuss
sequences regardless of whether a given sequence is
also embedded in the text of the description or claims
of an application. This requirement is also intended to
permit references, in both the description and claims,
to sequences set forth in the "Sequence Listing" by
the use of assigned sequence identifiers without
repeating the sequence in the text of the description or
claims, Sequence identifiers can also be used to dis
cuss andlor claim parts or fragments of a properly pre
sented sequence. For example, language such as
"residues 14 to 243 of SEQ ID NO:23" is permissible
and the fragment need not be separatelypresented in
the "Sequence Listing." Where a sequence is embed-

ded in the text of an application, it must be presented
in a manner that complies with the requirements of
the sequence rules.

The rilles do not alter, in any way, the requirements
of 35 V.S.c. 112.The implementation of the rules has
had no effect 011 disclosure andlor claiming require
ments. The rules, in general, or the use of sequence
identifiers throughout the specification and claims,
specifically, should not raise any issues under
35 V.S.c. 112, first or second paragraphs. The use of
sequence identification numbers (SEQ ID NO:X) only
provides a shorthand way for applicants to discuss
and claim their inventions. These identification num
bers do not in any way restrict the manner in which an
invention canbe claimed.

2422.04 The Requirement for a
Computer Readable
Copy of the Officlal Copy
of the Sequence Listing

37 CFR 1.821(e) requires the submission of a copy
of the "Sequence Listing" in computer readable
form. The information on the computer readable form
will be entered into the Office's database for search
ing and printing nucleotide and amino acid sequences.
This electronic database will also enable the Office to
exchange patented sequence data, in electronic form,
with the Japanese Patent Office and the European
Patent Office. It should be noted that the Office's
database COmplies with the confidentiality require
ment imposed by 35 V.S.c. 122. Pending application
sequences are maintained in the database separately
from published or patented sequences. That is, the
Office will not exchange or make public any infonna
tion on any sequence until the patent application con
taining that information is published or matures into a
patent, or as otherwise allowed by 35 V.S.c. 122.

The "Sequence Listing" submitted pursuant to
37 CFR 1.821(c), whether on paper or compact disc,
is the official copy of the "Sequence Listing." How
ever, the Office maypennit correction of the official
copy, at the least, during the pendency of a· given
application by reference to the computer readable
copy thereofsubmitted pursuant to 37 CFR 1.821(e) if
both the· official copy . and computer readable
form were submitted at the time offilingof the appli
cation and the totality of the circumstances otherwise
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The rules are effective for all applications filed on
or after January 1, 1990, and for all reexamination
proceedings in which the request for .reexarnination
was filed on or after January 1, 1990, except that
deposits made prior to the effective date which were
acceptable under the then current practice will be
acceptable in such applications and proceedings.
Since most of the provisions of the rules reflect policy
and practice existing prior to January I, 1990, little
change in practice or burden on applicants for patent
and patent owners relying on the deposit of biological
material has occurred. Applicants and patent owners
are encouraged to comply with these mles even if
their applications and reexamination proceedings
were filed prior to January I, 1990.

2403 Deposit of Biological Material

37 CFR 1.801. Biological material.

For the purposes of these regulations pertaining to the deposit
of biological materialfor purposes of patents for inventionsunder
35 U.S.C. 101, the term biological material shall include material
that is capable of self-replication either directly or indirectly.
Representative examples include bacteria, fungi including yeast;
algae,protozoa, eukaryotic cells, cell lines, hybridomas, plasmids,
viruses, plant tissue cells, lichens and seeds. virusea vecrors. cell
organelles and other non-living material existing in and reproduc
ible from a living cell, may be depositedby depositof thehost cell
capableof reproducing thenon-livingmaterial.

37 CFR 1.801 indicates that the rules pertaining to
deposits for purposes of patents for inventions under
35 U.S.C. 101 are intended to relate to biological
material. For the purposes of these rules, the term
"biological material" is defined in terms of a non
exhaustive list of representative materials which can
be deposited in accordance with the procedures
defined in these rules. These rules are intended to
address procedural matters in the deposit of biological
material for patent purposes. They are not designed to
decide substantive issues such as whether a deposit of
a particular organism or material would be recognized
or necessary for the purposes of satisfying the statu
tory requirements for patentability under 35 U.S.C.
112. Although the issue of the need to make a deposit
of biological material typically arises under the
enablement requirement of the first paragraph of
35 U.S.C. 112, the issue could also arise under the
description requirement (35 U.S.C. 112, first para
graph), best mode reqnirement (35 U.S.C. 112, first

paragraph) or the requirements of the second para
graph of 35 U.S.C. 112 with respect to the claims.

37 CPR 1.801 does not attempt to identify what
biological material either needs to be or may be
deposited to comply with the requirements of
35 U.S.C. 112. For the most part, this issue must be
addressed on a case-by-case basis. Thus, while the
Office does not currently contemplate that there
would be any situations where a material that is not
capable of self-replication either directly or indirectly
would be acceptable as a deposit, an applicant is
clearly not precluded by these rules from attempting
to show in any given application why the deposit of
such a material should be acceptable to satisfy the
requirements of 35 U.S.C. 112.

2403.01 Material Capable of Self
Replication

Biological material includes material that is capable
of self-replication either directly or indirectly. Direct
self-replication includes those situations where the
biological material reproduces by itself. Representa
tive examples of materials capable of self-replication
are defined in the rule. Indirect self-replication is
meant to include those situations where the biological
material is only capable of replication when another
self-replicating biological material is present. Self
replication after insertion in a host is one example of
indirect self-replication. Examples of indirect repli
cating biological materials include viruses, phages,
plasmids, symbionts, and replication defective cells.
The list of representative examples of each type of
replicating material includes viruses to demonstrate
that the two lists in the rule are not intended to be
mutually exclusive.

2403.02 Plant Material

Although plant material is included within the
scope of the definition of biological material for pur
poses of patents for plant inventions under 35 U.S.C.
101, the rules on deposits are not applicable to appli
cations filed under the Plant Patent Act (35 U.S.C.
161-164). The Office is of the view that a deposit is
not required under the present provisions of 35 U.S.C.
162. Thus, a deposit is not necessary for the grant of a
plant patent under the provisions of 35 U.S.C. 161
164. As with other biological material deposited for
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The limit of four: or more amino acidswasestab
lished for consistency with limits in place for-industry
database collections whereas the limitof tenor' more
nucleotides,while lower than 'certain industry data'
base limits, was established to encompass 'those
nucleotide sequences to which the smallestprobe will
bind in a stable manner. The limits for amino acids
andnucleotides 'are also consistent with thoseestab
lishedfor sequencedata exchange' with the Japanese
Patent Office and the European Patent Office.

37.CFR. 1.82l(a)(1) atld37 CFR,1.821(a)(2)
Present furth~r definitions f()r,those nucleotide and
amino acid sequences that are intended ito be
embraced by the sequence rules, .Situations in Which
the applicability of the rules are in issuc}Vill be
resolved ona case-by-case basis. .

Nucleotide sequences are further limited to those
that can be represented by the symbols set forth in
37,CFR 1.822(b), which incorporates by .. reference
WIPO Standard ST.25 (1998), App~ndix 2, Table 1
(see MPEP §2422): The presence of other than typi
cal..S' to 3' phosphodiester linkages ill anucleotide
sequence does n()t render the 1111es inapplicable. The
Office does not want to exclude Iinkages pf the type
commonly found ill naturally, occurring nucleotides,
e.g., eukaryotic end capped sequences.

Amino acid sequences are further limited to those
listed in.37GFRJ.822(b), which incorporates by ref
erence WIPQ Standard. ST:25 (1998), Appendix 2,
Table 3 (see MPEP § 2422), andthoseLsamino acids
that are commonly found in naturally occurringpro
teins. The limitation to L,amin() acids is.based upon
the, fact that there currently exists no widely accepted
standard nomenclature for representing the scope of
amino acids encompassed by non-Lsaminoacids, and,
as such, the process of meaningfully encoding these
other amino acids for computerized searching and
printingis not .currently feasible. The presence of one
ormore.Dsarnino acids in a sequence willexcludethat
sequence from the scope of therules. (Voluntary corn
pliance is, however, encouraged in these situations;
the symbol "Xaa'vcan be' used to represent Dsamino
acids.) The sequence rules embrace "[a]ny peptideor
protein thatcan be.expressed as a sequence using the
symbols in WIPOStandard ST.25 (1998); Appendix
2, Table 3 in conjunction with a description in the
Feature section to describe, for exarnple.i.modified

linkages, cross links and end caps, . non-peptidyl
bonds, etc." 37CFR 1.821(a)(2).

With regard to amino acid sequences, the use of the
terms "peptide or protein" implies.Jiowever, that the
amino acids in a given sequence are linked by at least
three' consecutive peptide bonds. Accordingly, an
amino acid sequence is not excluded from the scope
of the rules merely due to the presence of a single
non-peptidyl bond. If an amino acid sequence can be
represented bya string of amino acid abbreviations,
with reference.wherenecessary, to.a features table to
explain ~odificati()nsin the sequence, the sequence
comes within . the ,scope of the rules. However, the
rules are not intended to encompass the subject matter
that is generally referred to as synthetic resins.

2422.02 TheRequirement for Exclusive
Conformance; Sequences
Presented in Drawing Figures

37 CFR 1.821(b) requires exclusive conformance,
with regard to the manner in which the nucleotide
and/or amino acid sequences are presented and
described, with the sequence rules for all applications
that include nucleotide and amino acid sequences that
fall within the definitions.. This reqnirement is neces
saryto minimize any COllusion that could result if
more than one format forrepresenting sequence data
was employed in. a given application. It is also
expe~ted that the required standard format, will .be
more re~dily and widely accepted and adopted if its
use is exclusive, as well as mandatory.

In view of the fact that maIly significant sequence
characteristics may only be~~monstratedby a figure,
the exclusive confo~ancerequire~entof this section
may be relaxed for drawing figures. This is especially
true in vie\\, of the fact that the representation of dou
ble stranded nucleotides ,is not: ~e~ittedin the
"Sequence Listing" and many significant nucleotide
features, such a~ "sticky, ends". and the like, will only
be shown effectively byrefere?cet~adrawing figur~.
Further, the' similarity or homology between/among
sequences can only.be depicted in an effectivemanner
ina drawing figure, Similarly, drawing figures are
recommended for use With. amino. acid sequences
to depict structuralfeatures of the corresponding pro
tein, such as finger regions and Kringle regions. The
situations discussed herein are givenby way of exam"
pIe only and there may be many other reasons, for
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available in the sense that those having possession of
it would make it available upon request, but no one
has been informed of its existence.

The Board of Patent Appeals and Interferences has
held that a description of the precise geographic loca
tion of marine tunicates, as a biological material, used
in a claimed invention was adequate to satisfy the
enablement requirement of 35 U.S.C. 112. Ex Parte
Rinehart, 10 USPQ2d 1719 (Bd. Pat. .App. & Int.
1985). The term "readily" used in the phrase "known
and readily available" is. considered appropriate to
define that degree of availability which would be rea
sonable under the circumstances. If the biological
material and. its natural location .can. be adequately
described so that one skilled in the artcould obtain it
using ordinary skill in the art, the. disclosure would
appear to be sufficient to meet the enablement
requirement of 35 U.S.C- 112 without a deposit so
long as its degree of availability is reasonable under
the circumstances.

By showing that a biological material is known and
readily available or by making a deposit in acc(jr
dance with these rules, applicant does not guarantee
that such biological material will be available forever.
Public access during the. term of the patent may affect
the enforceability of the patent. Although there is a
public interest in the availability of a deposited bio
logical material during and after the period of
enforceability of the patent, there should not be any
undue concern about continued access to the public.
See 37 CFR 1.806 (the term of deposit is "at least
thirty (30) years and at least five (5) years after the
most recent request" for a sample; the agreement suf
ficiently ensures that the deposit will be "available
beyond the enforceable life of the patent"). Unless
there is a reasonable basis to believe that the biologi
cal material will cease to be available during the
enforceable life of the patent, current availability
would satisfy the requirement. The incentives pro"
vided by the patent system should not be constrained
by the mere possibility that a disclosure that was once
enabling would become non-enabling over a period of
time through no fault of the patentee. In re Metcalfe,
410 F.2d 1378, 161 USPQ 789 (CCPA 1969).

If an applicant has adequately established that a
biological material is known and readily available, the
Office will accept that showing. In those instances,
however, the applicant takes the risk that the material

may cease to be known and readily available. Such a
defect cannot be cured by reissue after the grant of a
patent.

On the other hand, Ex parte Humphreys,
24 USPQ2d 1255 (Bd. Pat. App. & Int. 1992), held
that the only manner in which applicants could satisfy
their burden of assuring public access to the needed
biological material, and, thereby, compliance with the
enablement requirement of 35 U.S.C. 112, was by
making an appropriate deposit. The fact that appli
cants and other members of the public were able to
obtain the material in question from a given deposi
tory prior to and after the filing date of the application
in issue did not establish that upon issuance of a
patent On the application that such material would
continue to be accessible to the public. The applicants
did not make of record any of the facts and circum
stances surrounding their access to the material in
issue from the depository, nor was there any evidence
as to the depository's policy regarding the material if
a patentwould have been granted. Further, there was
no asslltancethat the depository would have allowed
unlimitedaccess to the material if the application had
matured into a patent.

There are many factors that may be used as indicia
that a biological material is known and readily avail
able to the public. Relevant factors include commer
cial availability, references to the biological material
in printed publications, declarations of accessibility
by those working in the field, evidence of predictable
isolation techniques, or an existingdeposit made in
accordance with these rules. Each factor alone mayor
may not be sufficient to demonstrate that thebiologi
cal material is known and readily available. Those
applicants that rely on evidence of accessibility other
than a deposit take the risk that the patent may no
longer be enforceable if.the biological materialneces
sary to satisfy the requirements of 35 U.S.C. 112
ceasesto be accessible.

The Office will accept commercial availability as
evidence that a biological material is known and
readily available only when the evidence is clear and
convincing that the public has access to the material.
See the final rule entitled "Deposit of Biological
Materials;for Patent Purposes," 54 FR 34864, 34875
(August 22, 1989). A product could be commercially
available but ouly at a price that effectively eliminates
accessibility to those.desiring to obtain.a sample. The
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BINDING binding site for any chemical group (co-enzyme, prosthetic
group, etc.); the chemical nature of the group is given in the
description field

SIGNAL
.

extent ora signal sequence (prepeptide)
, . , '. '

TRANSIT extent of a transit peptide (mitochondrial, chloroplastic, or for

.. .. ,' ... ' . a microbody).

PROPEP' ,extent of a propeptide
'.,

CHAIN extent of a polypeptide chain in the mature protein

PEPTIDE " . '." extent of a released activepeptide

DOMAIN extent of a domain of interest on the sequence; the nature of

. that domain is given in the description field

CA_BIND .exteru.of a calcium-binding region

DNA_BIND extent of aDNA-biriding region

NP_BIND extent of a nucleotide phosphate binding region; the nature of '
the nucleotide phosphate is indicated in the description field

TRANSMEM extent of a transmembrane region
,

ZN_FING, •...
. ..

extentof a zinc finger region..
SIMILAR extent of a similarity with another protei? sequence; precise

information, relative to that sequence is given in the descrip-
.. tionfield . '.. ' ..
REPEAT

' . ,

extent of an internal sequence repetition,

HELIX secondary stmcture: Helices, for example, Alpha-helix, 3(10)
helix, OrPi-helix

.

STRAND secondary stmcture: Beta-strand, for example, Hydrogen

"

bonded beta-strand, or Residue in an isolated beta-bridge

TURN····· secondary structure: Turns, for example, H-bondedtum (3-

. tum, 4-tuill, or 5-turn)
, .

" ' ,

ACT_SITE aminoacid(s) involved in the activity of an enzyme ' "

SITE .... any oilier interesting site on the sequence

INIT_MET the sequence is known to start with an initiator methionine

2422
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112, or that a deposit in accordance with these regula
tions is or was required. It should be noted, however,
that a reference to a biological material, present in an
application upon filing, may form the basis for mak
ing a deposit, where required, after the filing date of a
given application but that the reference to the biologi
cal material, itself, cannot be added after filing with
out risking the prohibited introduction of new matter
(35 U.S.C. 132). See the discussion of the Lundak
application in MPEP § 2406.01.

2405 Acceptable Depository

37 CFR 1.803. Acceptable depository.
(a) A deposit shall be recognized for the purposes of these

regulations if madein
(I) any International Depositary Aothority (IDA) as

established under theBudapestTreatyon theInternational Recog
nition of the Deposit of Microorganisms for .the Purposes. of
Patent Procedure, or

(2) any otherdepository recognized to be suitable by the
Office. Suitability will be determined by the Commissioner on
the basis of the administrative and technical competence, and
agreement of the depository to comply with the terms and condi
tions applicable to deposits for patent purposes. The Commis
sioner may seek the advice of impartial consultants on the
suitability of a depository. The depository must:

(i) Have a continuous existence;
(ii) Exist independent of the controlof thedepositor;
(iii) Possess the staff and facilities sufficient to. exam-

ine the viability of a,deposit,and store the .deposit in a manner
which ensuresthat it is kept viable anduncontaminated;

(iv) Providefor sufficientsafety measures to minimize
theriskof losing biological material depositedwith it;

(v) Be impartial and objective;
(vi) Furnish samples of the deposited material in an

expeditiousandproper manner; and
(vii)Promptly notify depositors of its inability to fur

nish samples,andthereasonswhy.
(b) A depository seeking status under paragraph (a)(2)of

this section must direct a communication to the Commissioner
which shall:

(1) Indicate the name and address of the depository to
which the communication relates;

(2) Containdetailedinformation as to the capacity of the'
depository to comply with the requirements of paragraph (a)
(2) of this section, including information on its legal status,
scientific standing, .staff and.facilities;

(3) Indicate that the depository intends to. be avail
able, for the purposes of deposit, to any depositor underthese
same conditions;

(4) Where the depository intends to accept for deposit
only certain kinds of biological material, specify suchkinds;

(5) Indicate the amount of any fees that the depository
will, upon acquiring the status of suitable depository under para-

graph (a) (2) of this section, charge for storage, viability state
ments and furnishings of samples of the deposit.

(c) A depository having status under paragraph (a)(2) of this
section limited to certain kinds of biological material may extend
such status to additional kindsof biological material by directinga
communication to the Commissioner in accordance with para
graph (b) of this section. If a previous communication underpara
graph (b) of this section is of record; items in common with the
previouscommunication may be incorporated by reference.

(d).Once a.depository is recognized. to be suitable by the
Commissio~er or has.defaulted or discontinued its performance
under this section,' notice thereofwill be .publishedin the Official
Gazetteof thePatentand Trademark Office.

37 CFR 1.803 indicates that. a depository will be
recognized as acceptable for the purposes of these
regulations if it. is either an International Depositary
Authority (IDA) established under the Budapest
Treaty, or if it is. a depository recognized as suitable
by the Commissioner. After the effective date of these
regulations, a deposit of biological material which is
made in a depository which is not recognized as
acceptable under this regulation will not be consid
ered as satisfying the requirements of 35 U.S.C. 112.
See Ex parte Humphreys, 24 USPQ2d 1255 (Ed. Pat.
App. & Int. 1992). On the other hand, if a deposit is
not required to satisfy therequirements of 35 U.S.C.
112, it is permissible to make. reference to such a
deposit even though it may not be in a depository or
made under the conditions which are acceptable under
these regulations. As new depositories are recognized
as suitable by the Commissioner, their identity will be
announced in the Official Gazette.

An organization may be recognized as suitable by
the Office if the procedure and conditions specified in
37 CFR I.803(a)(2) and 37 CFR 1.803(b) are· fol
lowed. Generally, it is not the intention of the Office
to recognize as suitable any organization where the
need for a suitable -depository for patent purposes is
beingtllet by depositories recognized as IDAs under
the Budapest Treaty. Suitability will be jndged by the
Commissioner, based on need and the information
supplied by the organization seeking status, and infor
mation obtained from other sources that may be con
sulted.

While there is a desire to provide flexibility to a
patent applicant in selecting an appropriate deposi
tory, these rnles are not intended to permit each patent
applicant to become its own depository since both the
patent owner and the public have an interest in the
continued availability and accessibility of the deposit
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Key Description

V_segment variable segment of immnnoglobulin light and heavy chains, and T-cell recep-
tor alpha, beta, and gamma chains; codes for most of the variable region
(V_region) and the last few amino acids of the leader peptide .

variation a related strain contains stable mutations from the same gene (for example,
RFLPs, polymorphisms, etc.) which differ from the presented sequence at this
location (and possibly others)

3'clip 3'-most region of a precursor transcript that is clipped off during processing

3UTR region at the 3' end of a mature transcript (following the stop codon) that is not
translated into a protein

5'clip 5'-most region of a precursor transcript that is clipped off during processing

5UTR region at the S' end of a mature transcript (preceding the initiation codon) that is
not translated into a protein

-1O_signal pribnow box; a conserved region about 10 bp upstream of the start point of bac-
terial transcription units which may be involved in binding RNA polymerase;
consensus=TAtAaT

.

-35_signal a conserved hexamer about 35 bp upstream of the start point of bacterial tran-
scription units; consensus=TTGACa [ ] or TGfTGACA [ ]

WIPO Standard ST.25 (1998), Appendix 2, Table 6
provides for feature keys related to protein sequences

Table 6: List of Feature Keys Related to Protein Sequences

Key . Description.

CONFLICT different papers report differing sequences

VARIANT authors report that sequence variants exist

VARSPLIC description of sequence variants produced by alternative splic-
ing

MUTAGEN site which has been experimentally altered

MOD_RES post-translational modification of a residue

ACETYLATION N-terminal or other

AMIDATION . generally at the C-terminal of a mature active peptide

BLOCKED undetermined N- or C-terminal blocking group

FORMYLATION of the N-terminal methionine

2422
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Oosterstraat I
Postbus 273
NL-3740 AG Baarn
Netherlands

China Center for Type Culture Collection (CCTCC)
Wuhan University
Wuhan 430072
China

China General Microbiological Culture
Center (CGMCC)
China Committee for Culture Collection of
Microorganisms
P.O. Box 2714
Beijing 100080
China

Colecci6n Espanola de Cultivos Tipo (CECT)
Universidad de Valencia
Edificio de Investigaci6n
Campus de Burjasot
46100 Burjasot (Valencia)
Spain

Collection Nationale De Cultures
De Micro-organismes (CNCM)
Institut Pasteur
28, rue du Dr Roux
75724 Paris Cedex 15
France

Collection of Industrial Yeasts DBVPG
Applied Microbiology Section
Department of Plant Biology
Faculty of Agriculture
University of Perugia
Borgo 20 Giugno, 74
06122 Perugia
Italy

Culture Collection of Algae and Protozoa (CCAP)
Institute of Freshwater Ecology
Windermere Laboratory
Ambleside, Cumbria LA22 OLP
United Kingdom and Dunstaffuage Marine Labora
tory
P.O. Box 3
Oban, Argyll PA34 4AD
United Kingdom

Culture Collection of Yeasts (CCY)
Institute of Chemistry
Slovak Academy of Sciences
Dubravska cesta 9
842 38 Bratislava,
Slovakia

Czech Collection of Microorganisms (CCM)
Masaryc University
ul. Tvrdeho 14
602 00 Brno
Czech Republic

DSMZ-Deutsche Sammlungvon Mikroorganismen
und Zellkulturen GmbH (DSMZ)
MascheroderWeg Ib
D-38124 Braunschweig
Germany

European Collection of Cell Cultures (ECACC)
Vaccine Research and Production Laboratory
Public Health Laboratory Service
Centre for Applied Microbiology and Research
Porton Down
Salisbury, Wiltshire SP4 OJG
United Kingdom

Institute of Agriculture and Food Biotechnology
(IAFB)
Collection of Industrial Microorganisms
UI. Rakowiecka 36
02-532 Warsaw, Poland

International Mycological Institute (IMI)
Bakeham Lane
EnglefieldGreen
Egham, Surrey TW20 9TY
United Kingdom

International Patent Organism Depositary (IPOD)
AIST Tsukuba Central 6
I-I, Higashi l-chome
Tsukuba-shi, lbaraki-Ken 305-8566
Japan

Korean Cell Line Research Foundation (KCLRF)
Cancer Research Institute
Seoul National University College of Medicine
28 Yungon-dong; Chongno-gu
Seoul 110-799
Republic of Korea
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Key Description

misc_structure any secondary or tertiary structure or conformation that cannot be described by
other Structure keys (stemIoop andDvloop)

modifiedjbase the indicated nucleotide is a modified nucleotide and should be substituted for
. by the indicated molecule (given in the modjbase qualifiervalue)

mRNA . messenger JU.lA; includes 5? untranslated region (5UTR), coding sequences
(CDS, exon) and3'untranslatedregion(3UTR)

mutation I d 'IJ. ····b inheritabl hanse in th his locatia re ate strain a~~na rupt,m enta .ec ange m . e sequence at t IS ocation

N_region I id .' db ..... ed.i I b li ...
.

. extra-nne eon es .mserte . etween rearrangeoimmunog () u m segments .

oldsequence
.

the presented sequence revises a previous version of the sequence at this loca-
tion

. .

polyA_signal ... ~ecognitioll region nece~satyfor endonuclease cleavage of an RNA transcript •
that is followed by polyadenylation; consensus=AATAAA

polyA_site site on an RNA tr~scriptto which will be added adenine residues by post-tran-
scriptionalpolyadenylation

. '. ' .. '" ......
precursocRNA any RNAspecies that.is not yet-the mature RNA product; may include 5'

clipped region (5'clip), 5'untranslated region (5UTR), coding sequences (CDS,
exoh),interveiling sequences (intr()n),3'untrartSlated region (3UTR), and 3; .'

.
clipped n:gion{3'clip) .

.

prim_transcript
.,.

primary (ihitial,l1I1processed) transcript; includes 5' clipped region (5'c1ip), 5'
untranslated region (5'{JT~), coding sequences (CDS, exon), intervening
sequences (intron), 3' untranslated region (3'OTR),' and 3' clipped region

. ' . (3'clip)
. . .. ... ' .. '. ',. ", ,

primecbind' non-covalent primer binding site-for initiation of replication, transcription, or
reverse transcription; includes sitersjfor synthetic, for example, PCR primer
elements

.

promoter i.' . region on a. DNA molecule involved in RNA polymerasebinding to initiate
··i

.'
transcription ,

protein bind non-covalent protein binding site on nucleic acid .

RBS ribosome binding site

repeatregion region of genome containing repeatingunits
. .:

repeatunit single repeat element
. ,i .•. .•.•

,. .' '. ii'

rep_origin origin of replication; starting site for duplication ofnucleic acid to give two .

identical copies . . .

< .. '. . ,'<'" '.. . ......•.
rRNA mature ryb?somalRNA; .the RNA c?mponent ofthe ribonucleoprotein particle

.., . (ribosome) which assembles amil)o acids .into proteins ' •
. . ..... . ....... '.

2422

2400-27 August2001



BIOTECHNOLOGY 2406;02

subject to the conditions of 37 CFR 1.809. Where a
deposit is needed to satisfy tbe requirements of
35 U.S.C. 112 and it is made during tbe pendency of
tbe application.It must be made 110 later.than tbe time
period set by the examiner at tbe time the Notice of
Allowance and Issue Fee Due is mailed: A necessary
deposit neednot be made by an applicant until tbe
application is in condition for allowance so long as
tbe applicant provides a written assurance tbat an
acceptable deposit will be made on or before the pay
ment of the issue fee. Tills written assurance must
provide sufficiently detailed information to convince
the examiner that thereis no outstanding issue regard
ing deposits tbat needs to be resolved.

These rules are equally applicable in the Cases of
interuational and national stage applications filed
under tbe Patent Cooperation Treaty. Insofar as tbe
rules do not permit post-issuance original deposits,
the failure to make an original deposit in an applica
tion cannot be cured by filing a reissue application or
instituting a reexamination proceeding. However, if
an amendment of claims in a reexamination proceed
ing raises tbe needfor a deposit,an original deposit
may be made dnring tile reexamination proceeding,

2406.01 Description in Application
Sp~cification

37 CFR 1.804(a) specifies not only a permissible
time frame for makil1g an o~giIialdeposit, but also
specifies tbat tbe biological material deposited must
be specifically identified in the application for patent
as filed. The requirement for a specific identification
is consistent witbtbe description requirement of tbe
first paragraph of 35 U.S.C. 112 and provides an ante
cedent basis for tbe biological material which eitber
has been or will be deposited beforetbe patent is
granted.

The description in tbe Lundak application as filed
(now patent 4,594,325) provides a suitable illustration
of tbe specific identification and description which are
required in an applicationas filed, In .that application,
an immortal B-cell line was disclosed and claimed.
The cell line was referred to intbe application.i.as
filed, as WI-L2-729 HF2. The methods of obtaining
and using this cell line were also .described in' tbe

application as filed. A deposit ofthe cell line was
made with the..American Type. Culture Collection
(ATCC) about a week after the application was filed
intbe United States. The United States Court of
Appeals for tbe Federal Circuit held tbat tbe require
ments of access by the Office to asample of the cell
line during pelldency, and public access after grant,
were met by Lundak's procedures..The Court further
held that tbe addition of information designating tile
depository, accession nnmber, and.deposit date of tbe
deposited cell line in ATCC after.: tbe filing date did
not violate the prohibition against-new matter in.
35 U.S.C. 132: In re Lundak, 773 E2d.1216,
227 USPQ 90 (Fed. Cir. 1985). However,it must be
clear from the application as filed that tbe invention
claimed and described in tbe specification "was fully
capable ofbeing reduced to practice (i.e.ino techno
logical problems, .tbe resolution of. which would
require more than ordinary skill and reasonable time,
remained in .order.to obtain an operative, usefulpro
cess)." Feldman v.iAunstrup, 517 E2d1351; 1355,
186 USPQ 108, 113 (CCPA 1975), ~ert. denied,
424 U.S. 912(1976).

2406.02 DepositAfter Filing Date ..
Corroboration

When tbe original deposit is made after the effec
tive filing date of an applicationfor patent, an appli
cant is required to promptly submit a statement from It
person in a position to corroborate tbat thebiological
material which is deposited is a biological mat.erial
specifically identified in tbe application (tbe filing
date of which is relied upon) as filed. The nature·of
ills corroboration will depend on tbe circumstances in
tbe particlilar application under consideration, includ
ing the lengtb of time.between tbe application filing
date and tbe date of deposit. While few; if any, situa
tionscan be imagined where tbe description require
ment of 35 U.S.C. 112 Can be satisfied where tile
biological material was not in existence attbe time of
filing, tbe rules will not preclude such a situation as
tbere is no requirement in the patent law that an. actual
reduction to practice occur asa condition precedent t~
filing a patent application.
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Ide Isodesmosine ...

aIle
I ..

allo-Isoleucine

MeGly N-Methylglyciue, sarcosine

Melle N-Mdhylisoleucine

MeLys 6-N-MethylIysine

MeVal N-Methylvaline

Nva Norvaline /

Nle Norleucine ..
.

...
Om Ornithine

WIPO Standard ST.25 (1998), Appendix 2, Table 5,
provides for feature keys related to DNA sequences.

Table 5: LtstofFeature Keys Related to Nucleotide Sequeuces

Key Descriptiou

allele. a related individual or strain contains stable, alternative forms of the same gene
which differs from the presentedsequence at this location (and perhaps others)

attenuator (1) region of DNA at which regulation of termination of transcription occurs,
.: which controls the expression of some bacterial operons; (2) sequence segment

located between the promoter and the first structural gene that causes partial

.. termination. of transcription .. . .. . .

C]egion constant region of immunoglobulin lightand heavy chains, and T-cell receptor
alpha-beta-and gamma chains; includes one or moreexons depending on the

. .. particular chain .

CAAT_signal CAAT box; part of a conserved sequence located about 75 bp up-stream of the
start point of eukaryotic transcription units which may be involved in RNA

.. polYIDerasebiIlding;consensus=GG (C or T) CAATCT . . ..

CDS coding sequencersequence of nucleotides that corresponds With the sequence
of amino acids in a protein (location includes stop codon); feature includes
amino acid conceptual translation ..

conflict independent determinations of the "same" sequence differ at this site or region

D-loop displacement loop; a region WithinmitochondrialDlv.A in which a short stretch
of RNA is paired with one strand of DNA, displacing the original partner DNA
straridinthis region; also used to describe the displacement of a region of one
strand of duplex DNA by a single stranded invader in the reaction catalyzed by
RecA protein ..

D-segment diversity segment of immunoglobulin heavy chain, and T-cell receptor beta
chain

enhancer a cis-acting sequence that increases the utilization of (some) eukaryotic pro-
moters, and can function in either orientation and in any location (upstream or
downstream) relative to the promoter
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deposit during the pendency of an application than
after the patent is granted. Replacement will typically
take place where the earlier deposit is no longer via"
ble. The term "supplement" is directed to those situa
tions where the earlier deposit is still viable in the
sense that it is alive and capable of replication either
directly or indirectly, but has lost a quality (e.g.,
purity, functionality) it allegedly possessed at the time
the application was filed.

2407.01 ill a Pending Application

37 CFR 1.805(a) relates to the procedurefor replac
ing or supplementing a.deposit with respect to a pend"
ing application or a patent. An applicant or patent
owner is required to notify the Office when it obtains
information that the depository possessing a deposit
cannot furnish samples of the deposit to satisfy the
requirementsof 35 V.S.c. 112. When the Officeis so
informed or otherwise becomes aware that samples of
the deposited material cannot be furnished by the
depository, the examiner will treat the application or
reexamination proceeding, whichever is applicable, as
if no deposit existed. A replacementor supplemental
deposit will be accepted if it meets all the require"
ments for making an original deposit.

It should be noted that ina pending application, an
applicant need not replace the identical material previ
ously deposited, but may make an original deposit.of
a biological material which is specifically identified
and described in the application as filed. Whether this
alternative deposit will meet the requirements of
35 V.S.C. 112 with respect to the claimed subject
matter must be resolved by the examiner ona case"
by-case basis. The conditions in 37 CFR 1.802(b) and
37 CFR 1.804(b) must be satisfied.

2407.02 After a Patent Has Issued

A replacement deposit made in connection with an
application for reissue patent or a reexamination pro"
ceeding or both shall not be accepted unless a certifi
cate of correction is requested which meets the terms
of 37 CFR 1.805(b) and 37 CPR 1.805 (c) for replace"
ment deposits. Any correctionmade to the original
patent will be automatically incorporated into the reis
sued or reexamined patent unless changes are made
during examination of the reissue application or reex
amination proceeding,

37 CPR.1.805(b) and 37 CFR 1.805(c) specify the
procedures that a patent owner may follow to ensure
that a patent contains the appropriate information
about a deposited biological material in the event
that a replacement or supplemental deposit is made
after the patent is granted. 37 CFR 1.805(b)describes
the information which mustbe contained in the certif
icate of correction, whereas 37 CPR 1.805(c)
describes the information which must be provided in
the request to make the correction.

2407.03 Failure to Replace

37 CFR 1.805(d) sets forththeOfficeposition that
the failure to make a replacement deposit in a case
pending before the Office, for example a reissue or
reexamination proceeding, where a deposit is consid
ered to be necessary to satisfy the requirements of
35 V.S.C.1I2, shall cause the application or patent
involved to be treated in any Office proceeding as if
no deposit were made. The provisions of 37 CPR
1.805(g) indicate that a replacement need not be made
where, at the pointin time when replacement would
otherwise be necessary, access to the necessary bio
logical material was otherwise available. For exam"
pie, a replacement deposit would not be required
under the circumstances where access tothe necessary
biological material was established through commer
cial suppliers.

2407.04 Treatment of Replacement

37 CFR 1.805(e) indicates that the OfficewiIIapply
a rebuttable presumption of identity between the
replacement deposit and an original deposit where a
patent making reference to the deposit is relied on
during any Office proceeding. This means that where
a replacement deposit is permitted and made, the
examiner will assume that the same material as
described in the patent is accessible from the identi
fied depository unless evidence to the contrary comes
to the attention of the Office.

An applicantfor patent may make a replacement
deposit during the pendency of the application for any
reason. The provisions of 37 CPR 1.805(f) recognize
that since an original deposit may be made during the
pendency of the application subject to the conditions
of 37 CPR 1.809, a replacement deposit logically can"
not be held to. any higher standard. or any further
requirements.
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the corresponding unmodified bases in the sequence
itself, ifthe modified base is one of those listed below
and the modification is further described in the Fea
lure. section or the Sequence Listing. The codes from
the list below may be used in the description (i.e., the
specificationand drawing, or in the Sequence Listing)
but these codes may not be used in the sequence itself.

Table 2: List of Modified Nncleotides

Symbol Me~ning ....

ac4c 4~acetylcytidirie

chm5u 5~(carboxyhydroxymethyl)uridine.•.

cm 2'~O-methylcytidine. ..

cmnm5s 5-carboxymethylaminomethy1-2-thio-
2u uridine

cmnm5u 5-carboxymethylaminomethyluridine

d dihydrouridine

fm 2'-O-methylpseudouridine . .
gal q beta, D-galactosylqueuosine

gm 2'-Ovmethylguanosine

i inosine

i6a N6-isopenteriyladenosine

mla l-methyladenosine
.

mlf l-methylpseudouridine

mig l-methylguanosine

l' I-methylinosinem!

m22g 2,2-dimethylguanosine

m2a 2-methyladen()sine

m2g 2-methylguanosine

m3c 3-methylcytidine

m5c 5-methylcytidine

m6a N6-methyladenosine

m7g 7-methylguanosine

mamsu 5-methylaminomethyluridine
.

mam5s2 5-methoxyaminomethyl-2~thiouridine.
u

manq beta, D-mannosylqueuosine

mcm5s2 5-methoxycarbonylmethyl-2-thiouri-
u dine

mcm5u 5-methoxycarbonylmethyluridine

mofiu 5-methoxyuridine

ms2i6a 2-methylthio-N6"isopentenyladenosine
.

ms2t6a N-((9-beta-D-ribofuranosy1-2-meth-
ylthiopurine-6-yl)carbamoyl)threonine·

mt6a N-((9-beta-D-ribofuranosylpurine-6-
.

yl)N-methylcarbamoyljthreonine
•

mv uridine-5-oxyacetic acid-methylester

05u uridine-5-oxyacetic acid

osyw wybutoxosine

p pseudouridine .

q queuosine
.

s2t 5-methyl-2-thiouridine .

s2c 2-thiocytidine

s2t 5-methyl-2-thiouridin.e

s2u 2-thiouridine

s4u 4-thiouridine

t 5-methyluridine

t6a N-«9-beta-D-ribofuranosyIpurine-o-
yl)-carbamoyl)threonine

tm 2'-O-methy1-5-methyluridine

urn 2'-O-methyluridine

yw wybutosine

x 3-(3-amino-3-carboxy-propyI)uridine,
(acp3)u
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The examiner will accept the conclusion set forth in a viability
statement issued by a depository recognized under §1:803(a).

37 CFR 1.807 requires that the depositof biological
material that is capable of self-replication either
directly or indirectly must be viable at the time, of
deposit and during the term of deposit This require
ment for viability is essentially it requirement thatthe
deposited material is capable of reproductionFor the
purpose of making a deposit under these rules, there is
no requirement that evidence be provided that .the
deposited material is capable or has the ability to per
form any function described in the patent application.
However, as with any other issue of desc1ption or
enablement, if the examiner has evidence orreasonto
question the objective,statements madein the patent
application, applicants may be required to demon
strate that the deposited biological material will per
form in the manner described.

Under the Budapest Treaty, there is a requirement
that the deposit be tested for viability before it is
accepted. Thus, a mere. statement by an applicant, an
authorized representative of applicant or the assignee
that the deposit has been accepted under the Budapest
Treaty would satisfy 37CPR 1.807.

For each deposit which is not made under the
Budapest Treaty, a viability statemeut must be filed iu
the patent application and contain the information
listed in paragraph (b) of this section. Under 37 CFR
1.807(c), the examiner will accept the conclusion Set
forth in a viability statement which is issued by a
depository recognized under 37 CFR 1.803(a), If the
viability test indicates that the deposit is not viable
upon receipt, or the examiner cannot, for scientific or
other valid reasons, accept the statement of viability
received from the applicant, the examiner shall so
notify the applicant stating the reasons for not accept
ing the statement andproceed with the examination
process as if no deposit had been made.

2410 Furnishing of Samples

37 CFR 1,808. Furnishing ofsamples.
(a) .A deposit must.bemade under conditions .thar assure

that:

(I) Access to the deposit will be available during pen"
dency of the.patcntappllcetion making reference to the,deposit to
one determined by the Commissioner to be entitled thereto under
§ 1.14 and 35 U.S.C. 122, and

(2) Subject to paragraph (b) of this section, all restrictiods
imposed by the depositor on the availability to the public of the

deposited material willbe irrevocably removed upon the granting
of the patent.

(b) The depositor may contract with the depository to
require that samples .of .a depositedbiological material' shall 'be
furnished only if'.arequest for, a .. sample, during the term oftl1:~

patent:
(I) Is inwritingor other tangible form and dated;
(2) Contai1l's~l~ name~d 'address of the requesting :PiUtY

arid the accession number of the-deposit; and
(3) Is communicated in writing by the depository tothe

depositor along-with the-date on which the-sample was furnished
and the name and address ofthe party to.whom thesample was

furni~hed' ., .••• .. . ..' .'.. . . '... "..
(cr ljpon request m~de to the Office, the Office will c~rtify

Whether adeposit has been statedto have been-made under condi
tions which make it available to the' public 'as.of the -issue date of
the patent grant provided the request contains:

(I) The uame and address of the depository;
(2) The accession-number given to the.deposit; -.: :','
(3)-:rhepat~nt number and issue date of.the patent-refer-

ring to the deposit; and
(4) The name and.address.of the requesting party..

2410.01 Conditions of Deposit

37 CPR 1.808 requires that the deposit of biological
material be made under two. conditions:

(A) access tothe deposit will be available during
pendency of, the.patent application making reference
to the deposittoone detern:Jined b)' the Commissioner
to. be entitled thereto under 37 CPR 1.14 and
35 U.S.C. 122, and

(B) with one exception, that. all restrictions
imposed by the depositoron the availability to the
public of the deposited biologicall11ate1al be irrevo
cably removed uponthe.granting of the patent.

The one exception that is permitted is specified in
37 CPR 1.808(b) which permits the depositor to.con
tract with the depository to require that samples ofa
depositedbio~ogicalmaterial shallbe furnishedonly
if a request fora saIIlple,duri~gthetetmof the patent,
meets anyone or all of the three conditions speci
fied 'in thisparagtaph. These conditions are:

(A}therequest is in writing.or othertangibleform
and dated; and/or

(B) the request contains the name and address of
the requesting party.and the accession number ofthe
deposit; and/or

(C) the requestis communicated in writing by the
depository to the depositor along with the date· on
which the sample was furnished and the name and
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account any such progress. This progress will proba
bly be reflected in the refinement of or liberalization
of the rules. For example, progress in the area of the
standardization of sequence datawilllikely result ina
more comprehensive rule. For example, the Dvamino
acids and branched sequences that are currently
excluded from the rule may, in the future, be-brought
within the scope of the rule once the necessarystan
dardization technology becomes available. As a fur
ther example, the computer readableform is currently
limited to certainformsof electronic.mediacbut.itcan
readily be seen that progress in the technology for
developing databases of the type the Office has envi
sioned will likely permit a broadening of the permissi
ble types ofcolllPuter readablefoi1l1s that Ill~YlJe

submitted. The ,same can be said for the computer/
operating-system configurations that are currently
permitted by the rules. As the Office becomes able to
provide greater refinement and liberality in these
areas, the Office will do so by the publication of
notices in the Official Gazette or formal rulemaking
proposals, as appropriate.

2422 Nucleotide and/or Amino Acid
SequertceDisclosures in Patent
Applications

37 CFR 1.821. Nucleotide and/or amino acid sequence
disclosures in potent applications.

(a) Nuc1eotide and/or amino acid sequences as used in
§§ 1.821 through 1.825 are interpreted to mean an unbranched
sequence of tour or more amino acids or an unbranched sequence
of ten or more nucleotides. Branched sequences are specifically
excluded from this definition. Sequences with fewer than four
specifically' defined nucleotides or amino acids' are specifically,
excluded from' this section. "Specifically defined" means those
amino .acids other than "Xaa" and those nucleotide bases other'
than "n" defined in accordance-with the World Intellectual Prop
erty Organization (WIPO) Handbook on Indostrial Property infor
mation and DocumentauonrStandard-S'LSfc Standard for the
Presentation of Nucleotide and Amino Acid Sequence Listings in
Patent Applications (1998), including Tables I tbrough 6 in
Appendix 2, hereiri ~ -incorporated- 'by reference. (Hereinafter
"WIPO Standard ST.25 (1998)"). This incorporation by reference
was approved by-the Director of the Federal Register in accor
dance with 5 u.S,C. 552(a) and 1 CFRl'lJrt 51.Copies ofWIPO
Standard ST.25 (1998) may be obtained from the World Intellec
tual Property Organization; 34 chemindes-Colombettes: 1211
Geneva 20 Switzerland. Copies' of ST.25 may be 'inspected at the
Patent Search Room; Crystal Plaza 3, Lobby L'wel;2021 South
Clark Place; Arlington, VA 22202. Copies may also be inspected
at the' Office 'of the' Federal Register;" 800 North' Capitol Street,

NW, Suite700, Washington, DC. Nucleotides arid amino acids are
further defined as follows:

(1) Nucleottdes: Nucleotides are intended to embrace
orily -rhosenucleotidesthat can be' representedusing the symbols
set forth in WIPO Standard ST.25 (1998), Appendix 2, Table I.
Modifications.:e;g./ 'methylated bases.unaybe" described·asset
forthinWIPO Standard ST.25(1998),Appendix 2, Table 2, but
shall not be shown explicitly in the nucleotide sequence. .

(2) Altlino.'acids:'Amint)·aciqs are.'.th0se,L-amino acids

commonlyfound in ~a~<llly oc~~ngprotei~s f"14,arelisted in
WIPOSlliDdard ST.25 (1998), Appendix 2, Table 3. Those amino
acid ..sequen'~escontaining 'J:)~amino' acids are not intended ~obe
eI11braced, by 'this"~efmitio~: .Any amino, acid se~~ence' that con
tains post-translationally modified amine acids may be described
as: the 'ammo acid 'sequen~e t1l~i is. initially.' translated. usihg the
symbols shown in WIPO Standard ST.25 (1998), Appendix 2,
Table 3 with the modified-positions; e.g., bydroxylationsor glyco
sylations, being described as set forth in WIPO Standard ST.25
(1998), Appendix 2,TableA, bnt these modifications shall.notbe
shown explicitly in: the-amino acid sequence. Any peptide or pro
tein that canbe. expressedas.a sequence -using .the .symbolsdn
WIPO Standard ST.25 (1998), Appendix 2; Table 3 in conjunction
with a description in the Feature section to describe; for example,
modified linkages. cross Hnks .and .end caps,' non-peptidyl bonds,
etc., is embraced by this-definition.

_..(b), Patent.' applications which contain disclosures of
nucleotide-and/or amino acid sequences, .in accordance with .the
definitionin paragraph{a).of this section, shall, with regard to the
manner in which the nucleotideand/or amino acid sequences 'are
presented' and described" conform exelusivelyto the requirements
of §§ 1.821 tbrough 1.825.

(c). Patent, applications which containi.disclosures of
nucleotide and/oramino acid sequences mustcontain.. as: 11 sepa
rate 'partof the disclosure, 'a paper copy disclosing .the nucleotide
and/or .amino acid sequences .and associated information using, the
symbols and .format .inaccordance with. the.requirements of §§
1.822aIld 1.8?,3. This paper copy is hereinafter reterredto as the
"Sequence.Listing,", Each sequence disclosedmust appear sepa
rarely in. the "Sequence Listing." Each sequence set forth in the
"Sequence-Listing" shall be assignedaseparate.sequence .identi
fier.iThe :sequen~e identifiers shall-begin with ·1 .and .... increase
sequentially by integers..Ifno sequence is present for a,sequence
identifier, the code "000" shall, be used in place .of the sequence.
The response for the. numeric identifier <160> shall include the
total number ofSEQ ill NOs, whether followed bya sequence ,or
by the code "000,"

(d}Where,thedescriptionor claims, of a patent applica
tion -discuss a .sequence. that is set forth in the .','Sequence .Listing...
in accordance with paragraph (c) of this section, reference must be
made to the sequence by use of the sequence identifier, preceded
by "SEQID NO:" in the text.ofthe description or claims, even if
the sequence is also-embedded in the text. of the description .or

claims. of~~:patfnt appli?a~on.

'(~), A~?llyof,the "Sequence Listing" re{err~dt{)inPara
graph,(c),of this section must also be sUbmi~e~ in computerr~ad

able fonn in accordance with' the requirements of § 1.824. The
computer-readable-form 'is a' copy of the "Sequence Listing" and
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future, the applicant would be well-advised to make a
deposit thereof before any patent issues. Similarly;
where a patent owner has any doubt whether a deposit
referred to in the specification is a biological material
necessary to satisfy 35 U.S.C. 112 and, if the material
is necessary, whether it is otherwise known and
readily available, the patent owner would be well
advised to follow the procedures set forth in 37 CFR
1.805(b) and 37 CFR 1.805(c) after receiving the
notice specified in those paragraphs,

2411.05 Contentof Application with
Respect to Deposited Material

37 CFR 1.809(d) sets forth the requirements for the
content of the specification with respect to a deposited
biological material. Specifically, the specification
shall contain the accession number for the deposit, the
date of the deposit, the .name and address of the
depository, and a description of thy deposited biologi
cal material sufficiynt to specifically identifyit and to
permit examination. The description also must be suf
ficient to permit verification that the deposited biolog
ical material is in fact that dis~losed. Once. the patent
issues, the. description must be sufficient to aid in the
resolution of questions of infringement. As a general
rule, the more information that is provided about a
particular deposited biological material, the better the
examiner will be able to compare the identity and
characteristics of the deposited biological material
with the prior art.

2420 The Requirements for Patent
Applications Containing Nucleotide
Sequence and/or Amino Acid
Sequence Disclosures" the
Sequence Rules

Prior to the effective date (October 1, 1990) and
implementation of the sequence rules (37 CFR 1.821
through 1.825), applications for patents that included
nucleotide or amino acid sequence information posed
special problems for the Office. While not related to
the disclosure requirements of an invention; problems
existed in the presentation, examination and printing
of nucleotide and amino acid sequence data that
appeared in patent applications because of the lack of
uniformity in submission of sequence data to the
Office and the impracticality of properly searching

and examining sequences submitted in paper form. III
summary, the diversity and complexity of nucleotide
and amino acid sequence data resulted in searching
and analysis difficulties both within the Office and
outside the Office, decreased accuracy of search and
reproduction and: increased costs. These difficulties
made the. development and implementation of the
sequence rules a critical necessity for the Office. As
such, the Office amended its regulations to establish a
standardized format for descriptions of nucleotide and
amino acid sequence data submitted as a part of patent
applications, in conjunction with the required submis
sion of that data in computer readable form. The final
rules were published in the FederalRegister at 55 FR
18230 (May 1, 1990) and in the Official Gazette at
1114 O.G 29 (May 15, 1990). The sequence rules
went into effect on October 1, 1990. The sequence
rules were subsequently revised effective July 1,
1998; See 63 FR 29634 (June 1, 1998) and 1121 O.G
82 (June 23, 1998).

The sequence rules were further revised on Sep
tember 8, 2000 to allow submissions of the nucleotide
andloramino acid sequences and associated informa
tion on compact discs. See 65 FR 54604 (Sept. 8,
2000) and 1238 O.G 145 (Sept. 19, 2000). See also
MPEP§ 608.05 and § 2422.03.

2421 Overview of the Sequence Rules

2421.01 Applications Affected

The sequence rules require the use of standard sym
bols and a standard format for sequence data in most
sequence-type patent applications. They further
require the submission of that data in computer read
able form. Compliance is. required for most. disclo
sures of sequence data. in new applications filed on or
after October 1, 1990. The revised sequence rules
apply to IIlost new applications filed on or after July 1,
1998. See the final rule publications as cited in MPEP
§ 2420 for m()re detailed. applicability information.

The Office encourages voluntary compliance for
applications notsubject to the rules, but all aspects of
the rules must be complied with before data will be
entered into the database. This includes submission of
all statements required by the rules. In exceptionalcir
cumstances, it should be noted that the Office may
waive the rules via a 37 CFR 1.183 petition.
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future, the applicant would be well-advised to make a
deposit thereof before any patent issues. Similarly;
where a patent owner has any doubt whether a deposit
referredto.in the specification .isa biological material
necessary to satisfy 35 U.S,C. 112and,if the material
is necessary, whether it is otherwise known and
readily available, the patent owner would be well
advised to follow the procedures-set forth in 37CFR
1.805(b)and 37 CPR 1.805(c) after receiving the
notice specified in those paragraphs.

2411.05 (;ontent.ofApplicatiiJnwith
Respect to Deposited Material

37 CFR 1.809(d) sets forth th~ requirements forthe
content ofthe specification with resp~ct to a deposited
biological material. Specifi~ally, the specification
shall contain the. acces~ion n~Il1ber for the deposit, the
d~te of the deposit, the name ~d .address of the
depository; and.a description of t?e deposited biologi
cal material sufficient to specifically identify it and to
permit examination, The description also Il1u~t be suf
ficient to permit verification that the.deposited biol()g
ical material is in fact thatdis~losed'Once. the patent
issues, the description mllst be sufficient to aid in the
resolution· of questions of infri~gement..As a. general
rule, the more information that is provided about a
pardculardeposited biologicallllateri~l, the better the
examiner will be able to compare the identity and
characteristics of the deposited biological material
with the prior art.

2420 The Requirements for Patent
Applications·Col1tainingNucleotide
Sequence amI/or.. AminoA~id

. Sequeace Diselesures, the
Sequence Rules

Prior to the effective date (October 1, 1990) and
implementation of the sequence rules (37 CFR 1.821
through 1.825), applications for patents that included
nucleotide or amino acid sequence information posed
special problems for the Office. While not related to
the disclosure requirements of aninvention, problems
existed in the presentation, examination and printing
of nucleotide and amino acid sequence data that
appeared in patent applications because of the lack of
uniformity in submission of sequence data to the
Office and the impracticality of properly searching

and examining sequencessubmittedin.paperform. In
summary, the diversity and complexity of nucleotide
and amino acid sequence data resulted in searching
and analysis difficulties both within the Office and
outside the Office, decreased accuracy of search and
reproduction and increased costs. These difficulties
made the development and implementation of the
sequence rules a critical necessity for the Office. As
such.the Office amended its regulations to establish a
staudardized formatfor descriptions of nucleotide and
amino acid sequeuce data submitted as a part of patent
applications, in conjunction with the required submis
sion of that data in computer readable form. The final
rules were published in the Federal Register at 55 FR
18230 (May 1, 1990) and in the Official Gazette at
1114 0.6. 29 (May 15, 1990). The sequeuce rules
went into effect on October 1, 1990. The sequence
rules were subsequently revised effective July 1,
1998,See 63 PR 29634 (Juue 1, 1998) and 11210.6.
82 (Juue 23, 1998).

The sequence rules were further revised on Sep
tember8,lOOO to allow submissions of the nucleotide
and/oramino acid sequences and associated informa
tion on compact discs. See 65 FR 54604 (Sept. 8,
2000Yand 1238 0.6. 145 (Sept. 19, 2000). See also
MPEP§ 608.05 and § 2422.03.

2421 Overview of the Sequence Rules

2421.01 Applications Affected

The sequence rules require the use of standard sym
bols and a standard format for sequence data in most
sequence-type pateut applicatious. They further
require the submissiou of that data in computer read
able form. Compliance is. required for .most disclo
sures of sequence data in new applications filed on or
after October 1, 1990. The revised sequence rules
app1)'to most new.i1PplicatiQns filed on Or after July 1,
1998. See the finalrule publications as cited in MPEP
§ 2420 for more detailed applicability information.

The Office encourages voluntary compliance for
applications not subject to the rules, butall aspects of
the rules must be complied with before data will be
entered into the database. This iricludessubmission of
allstatementsrequired by the rules. In exceptional cir
cumstances, it should be noted that the Office may
waive the rules via a 37 CFR1.183 petition.
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account any such progress. This progress will proba
bly be reflected in the refinement of or liberalization
of the rules. For example, progress in the area of the
standardization of sequence data will likely result in a
more comprehensive rule. For exiunple, the Dsamino
acids and branched sequences that are currently
excluded from the rule may, in the future, be brought
within the scope of the rule once the necessary stan
dardization technology becomes available-. As a fur
ther example, the computer readable form is .currently
limited to certain formsof electronic media, but it can
readily be seen that progress in the technology for
developing databases of the type the Office has envi
sioned will likely permit a broadening of the permissi
ble types of computer readable JoITIls that may be
submitted. The same can be said for the computer/
operating-system configurations that are currently
permitted by the rules. As the Office becomes able to
provide greater refinement and liberality in these
areas, the Office will do so by the publication of
notices in the Official Gazette or formal rulemaking
proposals, as appropriate.

2422 Nucleotide and/or Amino Acid
SequenceDisclosures in Patent
Applications

37 CFR 1.821. Nucleotide and/or amino acid sequence
disclosures in patent applications.

(a) Nucleotide and/or amino acid sequences as used . in
§§ 1.821 through 1.825 are interpreted to' mean an unbranched
sequence of four or more amino acids or an unbranched sequence
of ten or more nucleotides. Branched sequences are specifically
excluded from' this definition. Sequences with fewer than four
specifically defined nucleotides or amino acids are specifically,
excluded from' this section. "Specifically defined:' means those
amino acids other than "Xaa" and those nucleotide bases other
than "n" defined in accordance .with the World Intellectual Prop
erty Organization (WIPO) Handbook on Industrial Property Infor
mation and Documentation, Standard ST.25: Standard for the,
Presentation of Nucleotide and Amino Acid Sequence Listings in
Patent Applications (t998), includiug Tables I through 6 in
Appendix 2, herem" incorporated -by reference. (Hereinafter
''W!PO Standard ST.25 (1998)"). This incorporation by reference
was approved by the Director of the Federal Register in accor
dance with 5 U.S.C. 552(a) and I CPR part 5[ Copies of WIPQ
Standard ST.25 (1998) may be obtained from the World Intellec
tual Property Organization; 34 chemin "dea-Colombettes: 1211
Geneva 20 Switzerland. Copies of ST.25 may be inspected 'at the
Patent Search Room; Crystal Plaza 3, Lobby Level; 2021 South
Clark Place; Arlington, VA 22202. Copies may also be inspected
at the Office of the Federal Register; 800 NorthCapilol Street,

NW, Suite 700, Washington, DC. .Nucleotides and amino acids are
further defined as follows:

(1) Nucleottdes: --Nucleotides -are-intended- to embrace
orily 'those 'nucleotides that can be representedusing the symbols
set forth in WIPO Standard ST.25 (t998);Appendix 2, Table 1.
Modifications, :e.g.; 'methylated bases.cmaybedescribed"as set
forth inWIPO Standard ST.25 (t998); Appendix 2, Table 2, but
shall not be shown explicitly in the nucleotide sequence.

(2) Amino acids: Amino 'acids are those Lemino acids
commonlyfolind'in natur:illyocclllririg proteins and are lis~ediri

WIPOStandard ST.25 (1998), Appeudix 2, Table 3. Those amino
acid sequences containing -Dcamino -acids -are not intended to be
embraced by 'thisdefiniticnAny ami'no acid 'sequence that 'con
tains' post-translationally modified' amino acids maybe described
asthe amine acidsequence that is initially translated using the
symbols showu in WII'O Standard ST.25 (1998), Appendix 2,
'Iable S with the modified positions; e.g., hydroxylationsor glyco
sylations,being described as set forth in WIPO Standard ST.25
(1998), Appendix 2, Table 4, but these modifications shall not be
shownexplicitly in.the-amino acid sequence, Any peptide-or-pro
tein that can be :expressed, as -- a sequence -using -the 'Symbols "in
WIPO Standard ST.25 (1998), Appendix 2, Table 3 in conjunction
with a description in the Feature section to describe, for example;
modified linkages,cross Iinks .and end caps" non-peptidyl bonds,
etc., is embraced by this-definition,

(b) Patent, applications, which.contain disclosures of
nucleotideand/or amino _acid sequences, -in accordance with the
definition iu paragraph (a) of this section, shall, with regard to the
manner in which the nucleotide_and/or amino acid sequences- are
presented and described, conform exclusively to the 'requirements
of §§ (,821 through (,825.

(c) Patent applications which containvdisclosures of
nucleotide; and/or .amino acid sequences must contain, as (1sepa
rate partof the disclosure.ra paper copy disclosing rhe nucleotide
and/or, amino acid sequences .and associated information using, the;
symbols and .formatin accordance with. the, requirements of §§
1.822and1.8~3. This paper copy is hereinafter referred.to as the
"Sequenc-e.Listirlg.';';~acl1sequence disclosed.must appear sepa
rately' in the "Sequence Listing." Each sequence set forth in the
"Sequence.Listing'tshall be assigned .. a .• separate.sequence .identi
fler.. The. sequence identifiers shall-begin with ·1 .and increase
sequentially by integers.If no. sequence is present for a,sequence
identifier, the code "000" shall be,used in place of the sequenc-~,

The. response forthe numeric identifier <160> shall include the
total number of SEQ II) NOs, whether followed-by .. a sequence"or
by the .code"OOO."

(d). Where 'the description-or .claims: ofa patent applica
tion -discuss a .sequence that is set forth in the r'Sequence-Listing."
in accordance with paragraph(c) of this section, reference must be
made to the sequence by use of the sequence identifier, preceded
by "SEQJD NO:'~,irithetext.ofthe description or claims-even if
the sequence is also .embedded in the text. of .the description J?!

claims .ofthe,gatent application. ..•.' .."

(e)" Acopy of ~e "Sequence Listing" referr:ed t~ in para
graph <?). of this sectio'n must also be submitted in computerread~
able form in' accordance with the requirements of § 1.824. The
computer.readable fOIDl 'is.a 'copy.of the "Sequence Listing'tand
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The examiner will accept .the' conclusion set' forth in. a .viability
statement issued bya depository recognized under §,1~803(a).

37 CFR 1.807 requires that the depositofbiological
material that is capable of self-replication either
directly or indirectly must be viable at the time" of
depositand during the term of deposit: This require
mentfor viability is essentially it requirement thatthe
deposit,?dmaterial is capable of reproduction: For the
purpose of making a deposit under these rules, there is
no reqnirement that evidence be provided that the
deposited material is capable or has the ability to per
form any function described in the patent application.
However, as with any otherissueof description or
enablement, if the examiner has evidence orreasonto
question the objective statements made inthepatent
application, applicants may be .required to demon
strate that the deposited biological material will per
form in the manner described.

Underthe Budapest Treaty, there is a..rcquiremcnt
that the deposit be tested for viability before it is
accepted. Thus, a mere.statement by ..an applicant, an
authorized representative of applicant or the assignee
that the deposit has been accepted undertheBudapest
Treat)' would satisfy37CFR 1:807.. . ..'

For each deposit which. is not made .under the
Budapest Treaty, a viability statementmust.be filed in
the patent application and contain the information
listed in paragraph (b) ofthis section. Under 37.CFR
1.807(c), th,?exiuni~er will accept thec?llclusion s'?t
forth in a. vjability. statement which is issued by a
depository recognized under 37 CFR 1.803(a). If the
viability test indicates that the deposit is not viable
upon receipt, or the examiner cannot; for scientific or
other valid reasons, accept the statement 'ofviability
received from the applicant, the ,?){aminer shall so
notify the applicant sta~ngthe reason~ for Ilotaccept
ing the statement and proceed with theexamination
process as if no deposit had been made. .

2410 Furnishillgof Samples

deposited material-will be irrevocably removed upon the grantillg
of the patent.

(b) The depositor may contract with the depository to
require that samples ,of -a deposited biological material shall be
furnished onlyif~:request for, a...sample, .during the term of the
patent:

(1)' Is in ,w~tingo~,othet t~gibl~ f?~' and dated..
(2) Contains the name and 'address of the requestingparty

arid the accessionnumber of the-deposit; and -
(3) Is communicated in writing by lbe depository to the

depositor along with tile date on which the-sample was furnished
andthe name and address of the party to whom the sample was

fnrnis.he~. . '. '. .... . .•.•... ..
(c)' Upon request~e to .lbeOffice, the Office will certify

w~e,thera deposit has-been stated to h:ave~ee~ mad~u~der,c6ndi-:
tions which make it-available to the-public as' of the-issue date of
the patent 'grant provided 'the request contains:

(I) The name and address of lbe depository;
(2) The acce,ssion number given to the deposit;
(3), The patent mlmb~r andissue date of the patent-refer

ring to thedeposit; and
(4). The name and.address.of the requesting party..

2410.01 Conditions of Deposit

37 CPR L808 requires that the deposit of biological
material be made under two conditions;

(A)access·tolhed,?posit.will be available during
pe.n-. d.ency..0.... fthe.. p.a.t.en..• t.".. ap..plication maki.. ·ng. refer.ence,·.,
to the deposit toone detenpinedbythe Commissioner
to. be entitled thereto under 37 CPR 1.14 and
35 U.S.c. 122., and

(BY with one exception, that all restrictions
iUlpos,?d by the' depositor'.on the. availability .to .the
public .of the deposited piological.Ulat,?~al be irrevo-
cably removed upon the granting of the patent. .

The one exception that is permitted is specified in
37 CPR 1.808(b) which permits the depositor to con
tract with the depository to require that samples ofa
deposited biological materi1ll shall b~ furnished. only
if a request for a sample, during the term of the patent,
meets anyone' or all of the three conditions speci
fied in this paragraph. 'Theseconditions are;

(A)therequest .is in writing orothertangibleform
and dated; and/or

(B) the request contains the name and address-of
the requesting party and the accession number of the
deposit; and/or

(C) the request is communicated in writing by the
depository to the depositor along with the date on
which the sample' was furnished and the name and
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the corresponding unmodified bases iu the sequence
itself, ifthe modified base is one of those listed below
and the modification is further described in the Fea
ture. section of the Sequence Listing. The codes from
the list below may be used in the description (i.e., the
specificationand drawing, or in the Sequence Listing)
but these codes Illay not be used in the sequence itself.

Table 2: List of Modified Nucleotides

Symbol Meaning .,.

ac4c 4-acetylcytidille

chm5u 5-(carboxyhydroxymethyl)uridine "

2 '-O-methylcytidine
,

cm .

cmnm5s 5-carboxymethylarninometbyl-2-thio-
2u uridine

cmnm5u 5-carboxymethylaminomethyluridine

d dihydrouridine
,

fm 1,2:-0-methylpseudouridine ...
gal q beta, D-galactosylqueuosine

gm 2'-0-methyIguanosine

i inosine

i6a Nri-isopentenyladenosine

mla l-methyladenosine

mlf l-methylpseudouridine

mIg l-methylguanosine
~.

l-methylinosinemll

m22g 2,2-difuethyIguanosine

m2a 2-methyladen()sine

m2g 2-methylguanosine

m3c 3-methylcytidine

m5c 5-methylcytidine

m6a No-methyladenosine

m7g 7-methylguan()sine
,

marn5u 5-methylaminomethyluridine ,
,

mam5s2 5-methoxyaminomethyl-2"thiouridine', ,
u

manq beta, D-mannosylquellosine

mcm5s2 5-methoxycarbonylmetbylc2-thiouri"
u dine

mcm5u 5-methoxycarbonylmethyluridine

mo5u 5-methoxyuridine

ms2i6a 2-methyIthio-N6"isopentenyladenosine

ms2t6a N-((9-beta-Dsribofuranosyl-2-meth-
ylthiopurine-S-yljcarbamoylnhreonine

mt6a N-((9-beta-D-ribofuranosylpurine-6- '
yI)N-methylcarbamoyljthreonine

mv uridine-5-oxyacetic acid-methylester

o5u uridine-5-oxyacetic acid

osyw wybutoxosine

p pseudouridine ",

q queuosine
,

s2t 5-methy1-2-thiouridine

s2c 2-thiocytidine
.'

s2t 5-methyl-2-thiouridine,

s2u 2-thiouridine .

s4u 4-thiouridine ., , , ,

t 5-methyluridine
,

t6a N-((9-beta-D-ribofuranosylpurine-6-
ylj-carbamoyI)threonine

till 2'-0-methyl-5-methyluridine

urn 2'-0-methyluridine

yw wybutosine
,

x 3-(3-amino-3-carboxy-propyI)uridiue,
(acp3)u
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deposit during the pendency of an application than
after the patent is granted. Replacement will typically
take place where the earlier deposit is no longer via
ble. The term "supplement" is directed to those situa
tions where the earlier deposit is still viable in the
sense that it is alive and capable of replication either
directly or indirectly, but has lost a qnality (e.g.,
purity, functioriality) it allegedly possessed at the time
the application was filed.

2407.01 In a Pending Application

37 CPR 1.805{a) relates to the procedurefor replac
ing or snpplementing a.deposit with respect to a pend
ing. application or a patent. An applicant or patent
owner is required to notify the Office when it obtains
information that the depository possessing a deposit
cannot furnish samples of the deposit to satisfy the
requirements of 35 U.S.C. 112. When the Office-is so
informed or otherwise becomes aware that samples of
the deposited material cannot. be furnished by the
depository, the examiner will treat the application or
reexamination proceeding, whichever is applicable, as
if no deposit existed. A replacemeutorsupplemental
deposit will be accepted if it meets all the require
ments for making an original deposit.

It should be noted that ina pending application, an
applicant neednot replace the identical material previ
ously deposited, but may make an original deposit of
a biological material which is specifically identified
and described in the application as flied. Whether this
alternative deposit will me(Ot the requirements of
35 U.S.c. 112 with respect to the claimed subject
matter must be resolved by the examiner ona case
by-case basis. The conditions in 37 CFR 1.802(b) and
37 CPR 1.804(b)must be satisfied.

2407.02 After a Patent Has Issued

.A replacement deposit made in connection with an
application for reissue patent or a reexamination pro'
ceeding or both shall not be accepted unless a certifi
cate of correction is requested which meets the terms
of 37 CFR 1.805(b) and 37 CPR 1.805 (c) for replace
ment deposits. Any correctionmade to the original
patent will be automatically incorporated into the reis
sued or reexamined patent unless changes .are made
during examination of the reissue application or reex
amination proceeding.

37 CPR 1.805(b) and 37 CPR1.805(c) specify the
procedures that a patent owner may follow to ensure
that a patent contains. the appropriate information
abont a deposited biological material in the event
that a replacement or supplemental deposit is made
after the patent is granted. 37 CPR 1.805(b) describes
the information which must be contained in the certif
icate of correction.. whereas 37 CFR 1.805(c)
describes the information which must be provided in
the reqnest to make the correction.

2407.03 Failure to Replace

37 CPR 1.805(d) sets forth the Office position that
the failure to make a replacementdeposit in a case
pending before the Office, for example a reissue or
reexamination proceeding, where a deposit is consid
ered to be necessary to satisfy the requirements of
35 U.S.C. 112, shall cause the application or patent
involved to be treated in any Office proceeding as if
no deposit were' made. The provisions of 37 CFR
1.805(g) indicate that a replacement need not be made
where, at the point in time when replacement would
otherwise be necessary, access to the necessary bio
logical material was otherwise available. For exam'
pie, a replacement deposit. would not be required
under the circumstances where access to the necessary
biological material was established through commer
cial suppliers.

2407.04 Treatment ofReplacement

37 CPR 1.805(e) indicates that the Office will apply
a rebuttable ipresumption of identity. between the
replacement deposit and an original deposit where a
patent making reference to the deposit is relied on
during any Office proceeding: This means that where
a replacement deposit is permitted and made, the
examiner will-assume-that the same material as
described in the patent is accessible from the identi
fied depository unless evidence to the contrary comes
to the attention of the Office.

An applicant for patent may make a replacement
deposit during the pendency of the application for any
reason. The provisions of 37 CPR 1.805(t) recognize
that since an original deposit may be made during the
pendency of the application subject to the conditions
of 37 CFR 1.809, a replacement deposit logically can
not be held to any higher standard or any further
requirements.
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Ide Isodesmosine ,.

aile
. I . .. .

allo- Isolencine

MeGly N-Methylglycine, sarcosine

Melle N-Methylisoleucine
.

MeLys 6-N-Methyllysine

MeVal N-Methylvaline

Nva Norvaline

Nle ., Norleucine ..
Om Ornithine

WIPO Standard ST.25 (1998), Appendix 2, Table 5,
provides for featurekeys related to DNA sequences.

Table 5:· List of Feature Keys Related to Nucleotide Sequences

Key Description

allele. a related individual or strain contains stable, alternative forms of the same gene
Which differs fromthe presented sequence at this location (and perhaps others)

attenuator (1) region of DNA at which regulation of termination of transcription occurs,
., which controls the expression of some bacterial operons; (2) sequence segment

located between the promoter and the first structural gene that causes partial

... termination of transcription .
.,/ . .

C_region constant region of immunoglobulin light and heavy chains, and T-cell receptor
alpha,beta, and gamma chains; includes one or moreexons depending on the

... particular chain
, -. .. .

CAAT_signai CAAT box; part of a conserved sequence located about 75 bp up-stream of the
start point of eukaryotic transcription units which may be involved in RNA
polymerase binding; consensus=GG (Cor T) CAATCT

.

CDS coding sequence; sequence of nucleotides that corresponds with the sequence
of amino acids in a protein (location includes stop codon); feature includes
amino acid conceptual translation

. '. ,. ,

conflict independent determinations of the "same" sequence differ at this site or region

D-loop displacement loop; a region within mitochondrialDNA in which a short stretch
of RNA is paired with one strand of DNA, displacing the original partner DNA

. strandinthis region; also used to describe the displacement ofa region of one
strand of duplex DNA by a single stranded invader in the reaction catalyzed by
RecA protein

.

D-segment diversity segment of immunoglobulin heavy chain,and T-cell receptor beta
chain

enhancer a cis-acting sequence that increases the utilization of (some) eukaryotic pro-
moters, and can function in either orientation and in any-location (upstream or
downstream) relative to the promoter
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subject to the conditions of 37 CFR 1.809. Where a
deposit is needed to satisfy the requirements of
35 U.S.C. 112 and it ismade during the pendency of
the application.It must be made no later than the time
period set by the examiner at the time the Notice of
Allowance and Issue Fee Due is mailed; A necessary
deposit neednotbe made by an applicant until the
application is in condition for allowance so long as
the applicant provides awritten assurance that an
acceptable deposit will be made on or before the pay·
ment of the issue fee. This written assurance must
provide sufficiently detailed information to convince
the examiner that there is no outstanding issue regard
ing deposits thatneeds to be resolved.

These rules are equally applicable in the cas\,s of
international and national stage applications filed
under the Patent Cooperation Treaty. Insofar as the
rules do not permit post-issuance original deposits,
the failure to make an original deposit in. an applica
tion cannot be cured by filing a reissue application or
instituting a reexamination proceeding..However, .if
an amendment of claims in a reexamination proceed
ing raises the need fOI" a deposit, an original deposit
maybe made during.(hereexatninatioriproceeding..

2406.01 Description in Application
Sp~cification

37 CPR 1.804(a) specifies not only a permissible
time frame for makingan o~ginaId\,posit,but also
specifies that the biological material deposited must
be specificallyidentifiedin theapplication for patent
as filed; The requirementfor a specific identification
is consistent with the descriptionrequirement of the
first paragraph onSlJ.s.c.. 112 and pr~videsanant~

cedent basis for the biological material which either
has been or will be deposited before the patent is
granted.

The description in the Lundak application as filed
(now patent 4,594,325) provides a suitable illustration
of the specific identification and description which are
required in an application as filed. In that application,
an immortal B-cell line was. disclosed and claimed.
The cell line was referred to in the application,as
filed, as WI-L2"729 HF2. The methods of obtaining
and using this cell, line were .also describedin (be

application as filed. A depositof'the cell line.wa~
made with the American Type. Culture Collection
(ATCC) about a week after the application was filed
in the' United States. The' United States Court of
Appeals for the Federal Circuit held that the requite"
ment~ of access by the Office to a sample of the cell
line during pendency, and public accessafter grant~

were met by Lundak's procedures. The Court further
held that the addition of information.designating the
depository, accession number, and deposit date of the
deposited cell line in ATCC after the filing date did
not violate the prohibition against new matter in
35U.S.C. .132. In re Lundak, .773 E2d1216,
227 USPQ 90 (Fed. Cir. 1985). However, it must be
clear from the application as filed that the invention
claimed and described in the specification "was fully
capable orbeing reduced to practice (i.e.ino techno
logical problems, .the resolution of which would
require more than ordinary skill and reasonable time,
remained in order.to obtain an operative, useful ·pro
cess)." Feldman v-Aunstrup. 517 E2d .1351, .1355,
186 USPQ 108, 113 (CCPA 1975), cert. denied,
424 TJ.S. 912 (1976).

2406.02 DepositAfter Filing Date
Corroboration

When the original deposit is made after the effec
tive filingdateof an application for patent, an appli
cantis required to promptly submit a statement from a:
person in a position to corroborate that the 'biological
material which is deposited is a biological material
specifically identified in the application (the filing
date of which is relied upon) as filed. The nature of
this corroboration will depend on the circumstances in
the particular application under consideration, .includ
ing the length of time.between the application filing
date and the date of deposit While few; if any, situa
tions can be irriaginedwhere thedescription require
ment of 35 U.S.c. 112 can be satisfied where the
biological material was not in existence at the time of
filing, the rules will not preclude such a situation as
there is no requirement in the patent law that an actual
reduction to practice o(Ocur as a conditionprecedent to
filing a patent application.
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Key Description

mise_structure any secondary or tertiary structure or conformation that cannot he described by
other Structure keys (stemIoop and D'Ioop)

modified_base the indicated nucleotide is a modified nucleotide and should be substituted for
by the indicated molecule (given in the modjbase qualifier value)

mRNA messenger ~NA; includes 5' untranslated region (51JTR), coding sequences
(CDS, exon) and 3' untranslatedregion(3 'UTR)

mutation a related strain has an abrupt, inheritable change in thesequence at this location

N_region extranucleotides inserted between rearranged.immunoglobulin segments -. .
.. '. .'

the presented sequence revises a previous version of the sequence at this loca-old sequence
tion

. .

polyA_signal recognition region necessary for endonuclease cleavage of an RNA transcript .
that isfollowed by polyadenylation; consensus=AATAAA

polyA_site site on an RNA transcript to which will be added adenine residues by post-tran-
scriptionalpolyadenylation

precursor_RNA any RNAspecies that.is not yet the mature RNAproduct; may include 5'
clipped region (5'clip), 5'untranslatedregion(5'UTR), coding sequences (CDS,
exonj.Intervenlng sequences (intron), 3'untranslated region (3'UTR), and 3' ...

.
clipped regionG'clip)

· .

prim_transcript primary (initial, unprocessed) transcript;inclucles5' clipped region (5'clip), 5'
untranslated region (5'UTR), coding sequences (CDS, exon), intervening
sequences (intron), 3' untranslated reg1on.{:3UTR), and 3' clipped region

. .
(3'clip)

. . .. ... ., .'.i.

primerbind . non-covalent primer binding site for initiation of replication, transcription, or
reverse transcription; includes site(s)for synthetic, for example, PCR primer
elements

· . .

promoter
. . ,

region on a DNA molecule involved inRNA polymerase binding to initiate
..

transcription . '.'

protein_bind non-covalent protein binding site,on nucleic acid. .

RBS ribosome binding site
.

repeatregion region of genome containing repeating units
i ... . ..

repeatunit single repeat element '" .. ' .. •••
.'

,

• '. i

rep_origin origin of replication; starting site for duplication of nucleic acid to give two
. identical copies · . .

.

rRNA
.

mature ~bosolI1al.RNA;theRNAcomponent ofthe ribonucleoprotein particle
(ribosomejwhich assembles amino acids into proteins'

2422
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Oosterstraat 1
Postbus 273
NL-3740 AG Baarn
Netherlands

China Center for Type Culture Collection (CCTCC)
Wuhan University
Wuhan 430072
China

China General Microbiological Culture
Center (CGMCC)
China Committee for Culture Collection of
Microorganisms
P.O. Box 2714
Beijing 100080
China

Colecci6n Espanola de Cultivos Tipo (CECT)
Universidad de Valencia
Edificio de Investigaci6n
Campus de Burjasot
46100 Burjasot (Valencia)
Spain

Collection Nationale De Cultures
De Micro-organismes (CNCM)
Institut Pasteur
28, rue du Dr Roux
75724 Patis Cedex 15
France

Collection ofIndustrial Yeasts DBVPG
Applied Microbiology Section
Department of Plant Biology
Faculty of Agriculture
University of Perugia
Borgo 20 Giugno, 74
06122 Perugia
Italy

Culture Collection of Algae and Protozoa (CCAP)
Institute of Freshwater Ecology
Windermere Laboratory
Ambleside, Cumbria LA22 OLP
United Kingdom and Dunstaffnage Matine Labora
tory
P.O. Box 3
Oban, Argyll PA34 4AD
United Kingdom

Culture Collection of Yeasts (CCY)
Institute of Chemistry
Slovak Academy of Sciences
Dubravska cesta 9
842 38 Bratislava,
Slovakia

Czech Collection of Microorganisms (CCM)
Masaryc University
ul. Tvrdeho 14
602 00 Brno
Czech Republic

DSMZ-Deutsche Sammlungvon Mikroorganismen
und Zellkulturen GmbH (DSMZ)
Mascheroder Weg lb
D-38l24 Braunschweig
Germany

European Collection of Cell Cultures (ECACC)
Vaccine Research and Production Laboratory
Public Health Laboratory Service
Centre for Applied Microbiology and Research
Porton Down
Salisbury, Wiltshire SP4 OJG
United Kingdom

Institute of Agriculture and Food Biotechnology
(IAFB)
Collection of Industrial Microorganisms
UI. Rakowiecka 36
02-532 Warsaw, Poland

International Mycological Institute (IMI)
Bakeham Lane
EnglefieldGreen
Egham, Surrey TW20 9TY
United Kingdom

International Patent Organism Depositary (IPOD)
AIST Tsukuba Central 6
1-1, Higashi l-chome
Tsukuba-shi, Ibaraki-Ken 305-8566
Japan

Korean Cell Line Research Foundation (KCLRF)
Cancer Research Institute
Seoul National University College of Medicine
28 Yungon-dong, Chongno-gu
Seoul 110-799
Republic of Korea
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Key Description

V_segment variable segment of immnnoglobulin light and heavy chains, and T-cell recep-
tor alpha, beta, arid gamma chains; codes for most of the variable region
(V_region) and the last few amino acids of the leader peptide ..

variation a related strain contains stable mutations from the same gene (for example,
RFLPs, polymorphisms, etc.) which differ from the presented sequence at this
location (and possibly others)

I·
3'clip 3'-most region of a precursor transcript that is clipped off during processing

3UTR region at the 3' end of a mature transcript (following the stop codon) that is not
translated into a protein

5'clip 5'-most region of a precursor transcript that is clipped off during processing

5UTR region at the.S' end of a mature transcript (preceding the initiation codon) that is
not translatedinto a protein

-1O_signal pribnow box; a conserved region about 10 bp upstream of the start point of bac-
terial transcription units which may be involved in binding RNA polymerase;
consensus=TAtAaT

•

-35_signal a conserved hexamer about 35 bp upstream of the start point of bacterial tran-
scription units; consensus=TTGACa [ ] or TGTTGACA [ ]

WIPO Standard ST.25 (1998), Appendix 2, Table 6
provides for feature keys related to protein sequences

Table 6:List of Feature Keys Related to protein Sequences

Key Description

CONFLICT different papers report differing sequences

VARIANT -- authors report that sequence variants exist
..

VARSPLIC description of seqnence variants produced by alternative splic-
ing

MUTAGEN site which has been experimentally altered

MOD_RES post-translational modification of a residue

ACETYLATION N-terminal or other

AMIDATION . generally at the C-terminal of a mature active peptide

BLOCKED undetermined N- or C-terminal blocking group

---FORMYLATION of the N-terminal methionine
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Il2, or that a deposit in accordance with these regula
tions is or was required. It should be noted,however,
that a reference to a biological material, present iu an
application upon filing, may form the basis for mak
ing a deposit, where required, after the filing date of a
given application but that the reference to the biologi
cal material, itself, cannot be added after filing with
out risking the prohibited introduction of new matter
(35 U.S.C. 132). See the discussion of the Lundak
application in MPEP § 2406.01.

2405 AcceptableDepository

37 CFR 1.803. Acceptable depository.
(a) A deposit shall be recognized for the purposes of these

regulations if madein
(I) any International Depositary Authority (IDA) as

established under theBudapest Treaty on the International Recog
nition of the Deposit of Microorganisms for the Purposes of
Patent Procedure, or

(2) any otherdepository recognized to be suitableby the
Office. Suitability will be determined by the Commissioner on
the basis of the administrative and technical co~petence, and
agreement of the depository to comply with the terms and condi
tions applicable to deposits for patent purposes. The Commis
sioner may seek the advice of impartial consultants on the
suitability of a depository. The depository must:

(i) Have a continuous existence;
(ii) Exist independent of the control of the depositor;
(iii) Possess the staff and facilities sufficient to exam-

ine the viability of a depositand store the deposit in a manner
which ensures thatit is keptviable anduncontaminated;

(iv) Providefor sufficientsafety measures" to minimize
therisk of losing biological material depositedwith it;

(v) Be impartial andobjective;
(vi) Furnish samples of the deposited material in an

expeditiousandproper manner; and
(vii)Promptly notify depositors of its inability to fur

nish samples,andthe reasonswhy.
(b) A depository seeking status under paragraph (a)(2) of

this section must direct a communication to the Commissioner
which shall:

(1) Indicate the name and address of the depository to
which the communication relates;

(2) Contain detailedinformation as to the capacityofthe
depository to comply with the requirements of paragraph (a)
(2) of this section, including information on its legal status,
scientific standing, staff, and facilities;

(3) Indicate that the depository intends to be avail
able, for the purposes of deposit, to any.dcpositor under these
same conditions;

(4) Where the depository intends to accept for deposit
only certain kinds of biological material, specify suchkinds;

(5) Indicate the amount of any fees that the depository
will, upon acquiring the status of suitable depository under para-

graph (a) (2) of this section, charge for storage, viability state
ments andfurnishings of samplesof the-deposit.

(c) A depository having status under paragraph (a)(2) of this
section limitedto certain kinds of biological material may extend
sllchstatus to additional kindsof biological material by directing a
communication to the Commissioner in accordance with para
graph'(b) of this section. If a previouscommunication under para
graph (b) of this section is of record, items in common with the
previouscommunication may be incorporated by reference.

(d) Once a depository is recognized to be suitable by the
Commissioner or has defaulted or discontinued its performance
under this section, notice thereofwill be publishedin the Official
Gazetteof the Patent arid -TrademarkOfflce.

37 CFR L803 indicates that a depository will be
recognized as acceptable for the purposes of these
regulations if it is either an International Depositary
Authority (IDA) established under the Budapest
Treaty, or if it is. a depository recognized as suitable
by the Commissioner. After the effective date of these
regulations, a deposit of biological material whichis
made in a depository which is not recognized as
acceptable under this regulation will not be consid
ered as satisfying the requirements of 35 U.S.C. 112.
See Ex parte Humphreys, 24 USPQ2d 1255 (Bd. Pat.
App. & Int. 1992). On the other hand,if a deposit is
not required to satisfy the reqnirements of 35 U.S.C.
112, it is permissible to make refereuce to such a
deposit even though it may notbe in a depository or
made under the conditions which are acceptable under
these regulations. As new depositories are recognized
as suitable by the Commissioner, their identity will be
announced in the Official Gazette.

An organization 'maybe recognized as SUitable by
the Office if the procedure and conditions specified in
37 CFR US03(a)(2) and 37 CFR 1.803(b) are fol
lowed. Generally, it is not the intention of the Office
to recognize as' suitable any organization where the
need for a suitable depository for patent purposes is
being met by depositories recognized as IDAs under
the Budapest Treaty. Suitability will be judged by the
Commissioner, based on need and the information
supplied by the organization seeking status, and infor
mation obtained from other sources that may be con
sulted.

While there is a desire to provide flexibility to a
patent applicant in selecting an appropriate deposi
tory, these rules are not intended to permit each patent
applicant to become its own depository since both the
patent owner and the public have an interest in the
continued availability and accessibility of the deposit
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BINDING binding site for any chemical group (co-enzyme, prosthetic I

group, etc.); the chemical nature of the group is given in the
description field

SIGNAL .. ' extent ofa signal sequence (prepeptide)

TRANSIT exteut of a transit peptide (mitochondrial, chloroplastic, or for

. . ... a microbody)

PROPEP exteut of a propeptide

CHAIN extent of a polypeptide chain In the mature protein

PEPTIDE extent of a released active peptide

DOMAIN extent of a domain of interest on the sequence; the nature of
that domain is given in the description field

-.

CA_BIND extent of a calcium-binding region .

DNA_BIND extent of a DNA-binding region

NP_BIND extent of a nucleotide phosphate binding region; the nature of
the nucleotide phosphate is indicated in the.descriptiop field .•

TRANSMEM
... .

extent of a transmembrane regIOn
.

-r- ~

extent ofazinc finger regionZN_FING ..
SIMILAR extent of a similarity with another protein sequence; precise

information, relative.to that sequence isgiven in the descrip-
tionfield

. . ..
REPEAT

.
extentof an internal sequence repetition

HELIX secondary structure: Helices, for example, Alpha-helix, 3(10)
helix, or Pi-helix

. .

STRAND secondary structure: Beta-strand, for example, Hydrogen
bonded beta-strand, or Residue in an isolated beta-bridge

TURN ------:- secondary structure: Turns, for example, H-bonded turn (3-
, tum, 4-ttirn, or 5-turn)

..

ACT_SITE amino acid(s) involved in the activity of an enzyme .

SITE any other interesting. site on the sequence
.

. . ..

INIT_MET the sequence is known to start with an initiator methionine
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available in the sense that those having possession of
it would make it available upon request, but no one
has been informed of its existence.

The Board of Patent Appeals and Interferences has
held that a description of the precise geographic loca
tion of marine tunicates, as a biological material, used
in a claimed invention was adequate to satisfy the
enablement requirement of 35 U.S.C. 112. Ex Parte
Rinehart, 10 USPQ2d 1719 (Bd. Pat. .App. & .Int.
1985). The term "readily" used in the phrase "known
and readily available" is. considered appropriate to
define that degree of availability which would be rea
sonable under the circumstances. If the biological
material and its natural location can .be adequately
described so that one skilled in the art could obtain it
using ordirtary skill in the art, the disclosure would
appear to be sufficient to meet the enablement
requirement of 35 U.S.C. 112 without a deposit so
long as its degree of availability is reasonable under
the circumstances.

By showing that a biological material is known and
readily available or by lllaking.a d~PQsit in acco~

dance with these rules, applicant does not guarantee
that such biological material will be available forever.
Public access during the term of the patent may affect
the enforceability of the patent. Although there is a
public interest in the availability of a deposited bio
logical material during· and after the period of
enforceability of the patent, there should not be any
undue concern about continued access to the public.
See 37CFR 1.806 (the term of depositisi'at least
thirty (30) years and at least five (5) years after the
most recent request" for a sample; the agreement suf
ficiently ensures that the deposit will be "available
beyond the enforceable life of the patent"). Unless
there is a reasonable basis to believe that thebiologi
cal material will cease to beavailable during the
enforceable life of the patent, current availability
would satisfy the requirement. The incentives pro"
vided by the patent system should not be constrained
by the mere possibility that a disclosure that was.once
enabling would become non-enabling ?ver a period of
time through no fault of the patentee. In re Metcalfe,
410 F.2d 1378, 161 USPQ 789 (CCPA 1969).

If an applicant has adequately established that a
biological material is known and readily available, the
Office will accept that showirtg. In those instances,
however, the applicant takes the risk that the material

may cease to be known and readily available. Such a
defect cannot be cured by reissue after the grant of a
patent.

On the other hand, Ex parte Humphreys,
24 USPQ2d 1255 (Bd. Pat. App. & Int. 1992), held
that the only manner in which applicants could satisfy
their burden of assuring public access to the needed
biological material, and, thereby, compliance with the
enablement requirement of 35 U.S.C. 112, was by
making an appropriate deposit. The fact that appli
cants and other members of the public were able to
obtain the material in question from a given deposi
tory prior to and after the filing date of the application
in issue did not establish that upon issuance of a
patent on the application that such material would
continue to be accessible to the public. The applicants
did not make of record any of the facts and circum
stances surrounding their .access to the material in
issue from the depository, nor was there any evidence
as to the depository's policy regardirigthe material if
a patent would have been granted. Further, there was
no assurance that the depository would have allowed
unlimited access to the material if the application had
matured Into a patent.

There are many factors that may be used as indicia
that a biological material is known and readily avail
able to the public. Relevant factors include commer
cial availability, references to the biological material
in printed publications, declarations of accessibility
by those working in the field, evidence of predictable
isolation techniques, or an existing deposit made in
accordance with these rules. Each factor alone mayor
may not be sufficient to demonstrate that thebiologi
cal material is known and readily available. Those
applicants that rely on evidence of accessibility other
than a deposit take the risk that the patent may no
longer be enforceable if the biological material neces
sary to satisfy the requirements of 35 U.S.C. 112
ceasesto be accessible.

The Office will accept commercial availability as
evidence that a biological material is known and
readily available only when the evidence is clear and
convincing that the public has access to the material.
See the final rule. entitled "Deposit of Biological
Materials for Patent Purposes," 54 FR 34864, 34875
(August 22, 1989). A product could be commercially
available but only at a price that effectively elintinates
accessibility to those desiring to obtain a sample. The
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The limit of four or more amino acids wasestab
lished for consistency with limits in place for industry
database collections whereas the limitof tenor more
nucleotides, while lower than certain industry data'
base limits, was established to encompass those
nucleotide sequences to which the smallest probe will
bind in a stable manner. The limits for amino acids
and nucleotides are also consistent with those estab
lished for sequence data exchange with the Japanese
Patent Office and the European Patent Office.

37. CFR 1.821(a)(l) and 37 CFR 1.82Va)(2)
present further definitions for those nucleotide and
amino acid sequences that are intended. to be
embraced by the sequencerules. Situations in which
the applicability of, the rules are in issue will be
resolved ona case-by-case basis.

Nucleotide sequences are further limited to those
that can be represented by the symbols set forth in
37 CFR 1.822(b), which incorporates by reference
WIPO Standard ST.25 (1998), Appendix 2, Table 1
(s'1e MPEP § 2422). The presence of other than typi
cal 5' to 3' phosphodiester linkages in a nucleotide
sequence does not .render the rules inapplicable, The
Office does not want to exclude .linkages.of the type
commonly found in naturally. occurring nucleotides,
e.g., eukaryoticend capped sequences.

Amino acid sequences are further limited to those
listed in.37C::FR1.822(b), which incorporates byref
erence WIPQ Standard.ST.25 (1998), Appendix .2,
Table 3 (see MPEP § 2422), andthcse.Lsamino.acids
that are commonly found in naturally occurring pro,
teins. The limitation to L,amino acids is .based.upon
the fact that there.currently exists no widelyaccepted
standard nomenclature for representing. thescope of
amino acids encompassed by non-Lsamino acids; and,
as such, the process of meaningfully encoding these
other amino-acids for computerized searching and
printing is not currently feasible. The presence.ofone
ormoreDsamino acids in a sequence willexclude..that
sequence from the scope of the rules. (Voluntary com
pliance is, however, encouraged in these situations;
the symbol "Xaa't.can be used. to represent Dvamino
acids.) The sequence rules embrace "[a]ny peptide or
protein that can be expressed as a sequence using the
symbols in WIPO Standard ST.25 (1998); Appendix
2, Table 3 in conjunction with a description in the
Feature section to describe, for example, modified

linkages, cross links and end caps, non-peptidyl
bonds, etc." 37.CFR 1.821(a)(2).

With regard to amino acid sequences, the use of the
terms "peptide or protein" implies, however, that the
amino acids in a given sequence are linked by at least
three consecutive peptide bonds. Accordingly, ari
amino acid sequence is not excluded from thescope
of the rules merely due to the presence of a single
non-peptidyl bond. If an amino acid sequence can be
represented by a string of aIl1inoacid abbreviations,
with reference, where necessary, toa features table to
explain modifications in the sequence, the sequence
comes ""ithin the s~ope of the rules. However, the
rules are not intended to encompass the subject matter
that is generally referred to as syntheticresins.

2422.02 The ~equirement for Exclusive
Conformance; .Sequences
Presented in Drawing Figures'

37 CFR 1.821(b) requires exclusive conformance,
with regard to. the .manner in which the nucleotide
andJoramino .acid sequences are . presented and
described, with the sequence rules for all applications
that include nucleotide and amino acid sequences that
fall within the-definitions. This requirement is neces
sary .to minimize any confusion that could result if
more than one formatfor representing sequence data
was el11ployed in a given application. It is also
expected that the required standard format will be
more readily and widely accepted and adopted if its
use is exclusive, as wellas mandatory,

In view of the fact that man.y significant sequence
characteristics may only be demonstrated by a figure,
the exclusive conformancerequireruent ofthis section
may be relaxed for drawing figures. This is especiall}'
true in view of the fact that the representation ofdou
ble stranded nucleotides is not permitted in the
"Sequence Listing" and many significant nucleotide
features, such as "sticky ends" and the like, will only
be shown effectively by reference to a drawing figure:
Further, thesimila:tity or homology between/among
sequences cari only be depicted in an effective manner
ina drawing figure. Similarly, drawing .figures are
recommended for use with. amino acid sequences
to depict structural features of the corresponding pro"
tein, such as finger.regions and Kringle regions. The
situations discussed herein are given byway of exam,
plc only and there may be many other reasons for
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The rules are effective for all applications filed on
or after January I, 1990, and for all reexamination
proceedings in which the request for reexamination
was filed on or after January I, 1990, except that
deposits made prior to the effective date which were
acceptable under the then current practice will be
acceptable in such applications and proceedings.
Since most of the provisions of the rules reflect policy
and practice existing prior to January I, 1990, little
change in practice or burden on applicants for patent
and patent owners relying on the deposit of biological
material has occurred. Applicants and patent owners
are encouraged to comply with these rules even if
their applications and reexamination proceedings
were filed prior to January I, 1990.

2403 Deposit of Biological Material

37 CFR 1.801. Biological material.

For the purposes of theseregulations pertaining to the deposit
of biologicalmaterial forpurposes of patents for inventions under
35 U.S.C. 101, the term biological material shall includematerial
that is capable of self-replication either directly or indirectly.
Representative examples include bacteria, fungi including yeast,
algae,protozoa, eukaryotic cells, cell lines, hybridomas, plasmids,
viruses, plant tissue cells, lichens and seeds. Viruses, vectors; cell
organelles andother non-livingmaterial existing in andreprcduc
ible from.a living cellmay be deposited by' depositof thehostcell
capable of reproducing thenon-livingmaterial.

37 CPR 1.801 indicates that the rules pertaining to
deposits for purposes of patents for inventions under
35 U.S.c. 101 are intended to relate to biological
material. For the pnrposes of these rules, the term
"biological material" is defined in terms of a non
exhaustive list of representative materials which can
be deposited in accordance with the procedures
defined in these rules. These rules are intended to
address procedural matters in the deposit of biological
material for patent purposes. They are not designed to
decide substantive issues such as whether a deposit of
a particular organism or material would be recognized
or necessary for the purposes of satisfying the statu
tory requirements for patentability under 35 U.S.C.
112. Although the issue of the need to make a deposit
of biological material typically arises under the
enablement requirement of the first paragraph of
35 U.S.c. 112, the issue could also arise under the
description reqnirement (35 U.S.C. 112, first para
graph), best mode requirement (35 U.S.C. 112, first

paragraph) or the requirements of the second para
graph of 35 U.S.C. 112 with respect to the claims.

37 CPR 1.801 does not attempt to identify what
biological material either needs to be or may be
deposited to comply with the requirements of
35 U.S.C. 112. For the most part, this issue must be
addressed on a case-by-case basis. Thus, while the
Office does not currently contemplate that there
would be any situations where a material that is not
capable of self-replication either directly or indirectly
would be acceptable as a deposit, an applicant is
clearly not precluded by these rules from attempting
to show in any given application why the deposit of
such a material should be acceptable to satisfy the
requirements of 35 U.S.C. 112.

2403.01 Material Capable of Self
Replication

Biological material includes material that is capable
of self-replication either directly or indirectly. Direct
self-replication includes those situations where the
biological material reproduces by itself. Representa
tive examples of materials capable of self-replication
are defined in the rule. Indirect self-replication is
meant to include those situations where the biological
material is only capable of replication when another
self-replicating biological material is present. Self
replication after insertion in a host is one example of
indirect self-replication. Examples of indirect repli
cating biological materials include viruses, phages,
plasmids, symbionts, and replication defective cells.
The list of representative examples of each type of
replicating material includes viruses to demonstrate
that the two lists in the rule are not intended to be
mutually exclusive.

2403.02 Plant Material

Although plant material is included within the
scope of the definition of biological material for pur
poses of patents for plant inventions under 35 U.S.c.
101, the rules on deposits are not applicable to appli
cations filed under the Plant Patent Act (35 U.S.C.
161-164). The Office is of the view that a deposit is
not required under the present provisions of 35 U.S.C.
162. Thus, a deposit is not necessary for the grant of a
plant patent under the provisions of 35 U.S.C. 161
164. As with other biological material deposited for
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applicant considers the sequence to be prior art. In
general, any sequence that is disclosed and/or claimed
as a sequence, i.e., as a string of particular bases or
amino acids, and that otherwise meets the criteria of
37 CPR 1.821(a), must be set forth in the "Sequence
Listing."

It is generally acceptable to present a single, gen
eral sequence in accordance with the sequence rules
and to discuss and/or claim variants of that general
sequence without presenting each variant as a separate
sequence in the "Sequence Listing." By way of exam
ple only, the following types of sequence disclosures
would be treated as noted herein by the Office. With
respect to "conservatively modified variants thereof'
of a sequence, the sequences may be described as
SEQ ID NO:X and "conservatively modified variants
thereof," if desired. With respect to a sequence that
"may be deleted at the C-terminus by 1, 2, 3, 4, or 5
residues," all of the implied variations do not need to
be included in the "Sequence Listing." If such a situ
ation were encompassed by the rules, it would intro
duce far too much complexity into the "Sequence
Listing" and the Office's database. The possible math
ematical variations that could result from this type of
language could reasonably require a "Sequence List
ing" that would be thousands of pages in length. In
this latter example, only the undeleted sequence needs
to be included in the "Sequence Listing," and the
sequences may be described as SEQ ID NO:X from
which deletions have been made at the C-terminus by
1, 2, 3, 4, or 5 residues. The Office's database will
only contain the undeleted sequence.

37 CFR 1.82I(d) requires the use of the assigned
sequence identifier in all instances where the descrip
tion or claims of a patent application discuss
sequences regardless of whether a given sequence is
also embedded in the text of the description or claims
of an application. This requirement is also intended to
perntit references, in both the description and claims,
to sequences set forth in the "Sequence Listing" by
the use of assigned sequence identifiers without
repeating the sequence in the text of the description or
claims. Sequence identifiers can also be used to dis
cuss and/or claim parts or fragments of a properly pre
sented sequence. For example, language such as
"residues 14 to 243 of SEQ ID NO:23" is permissible
and the fragment need not be separately presented in
the "Sequence Listing." Where a sequence is embed-

ded in the text of an application, it must be presented
in a manner that complies with the requirements of
the sequence rules.

The rules do not alter, in any way, the requirements
of 35 V.S.c. 112. The implementation of the rules has
had no effect on disclosure and/or claiming require
ments. The rules, in general, or the use of sequence
identifiers throughout the specification and claims,
specifically, should not raise any issues under
35 V.S.c. 112, first or second paragraphs. The use of
sequence identification numbers (SEQ ID NO:X) only
provides a shorthand way for applicants to discuss
and claim their inventions. These identification num
bers do not in any way restrict the manner in which an
invention can be claimed.

2422.04 The Requirement for a
Computer Readable
Copy of the Official Copy
of the Sequence Listing

37 CFR 1.821(e) requires the subntission of a copy
of the "Sequence Listing" in computer readable
form. The information on the computer readable form
will be entered into the Office's database for search
ing and printing nucleotide and antino acid sequences.
This electronic database will also enable the Office to
exchange patented sequence data, in electronic form,
with the Japanese Patent Office and the European
Patent Office. It should be noted that the Office's
database complies with the confidentiality require
ment imposed by 35 U.S.C. 122. Pending application
sequences are maintained in the database separately
from published or patented sequences. That is, the
Office will not exchange or make public any informa
tion on any sequence until the patent application con
taining that information is published or matures into a
patent, or as otherwise allowed by 35 V.S.C. 122.

The "Sequence Listing" subntitted pursuant to
37 CFR 1.82I(c), whether on paper or compact disc,
is the official copy of the "Sequence Listing." How
ever, the Office may permit correction of the official
copy, at the least, during the pendency of a given
application by reference to the computer readable
copy thereof submitted pursuant to 37 CPR 1.821(e) if
both the official copy and computer readable
form were subntitted at the time of filing of the appli
cation and the totality of the circumstances otherwise
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§ 2428 for further iuformation aud Sample State
ments.

2422.07 Requirements for Compliance,
Statements Regarding New
Matter, and Sanctions for
Failure to Comply

37..CFR 1.821(g) requires compliance with the
requirements of 37 CFR 1.821(b) through (f), as dis
cussed above, if they are not satisfied at the time of
filing under 35 U.S.C. III(a) or at the time of entering
the national stage of an international application
under 35 U.S.c. 371, within the period of time set in a
notice requiring compliance. Failure to comply will
result in the abandonment of the application. Submis
sions in reply to requirements under this paragraph
must be accompanied by a statement that the submis
sion includes no new matter. Such a statement may be
made by the applicant. Extensions of time in which to
reply to a requirement under this paragraph are avail
able pursuant to 37 CPR 1.136. When an action by the
applicant isa bona fide attempt to coIllPly with these
rules and it is apparent that compliance with some
requirement has inadvertently been omitted, the appli
cant may be given a new time period to correct the
omission. See 37 CFR 1.135(c).

Provisional applications filed nnder 35 U.S.C.
III(b) need not comply with 37 CFR 1.821 through
1.825, however; applicants are encouraged to file a
Sequence Listing as defined in 37 CFR 1.821(c) for
ease of identification of the sequence information
contained in the provisional application.

37 CFR 1.821(h) requires compliance with the
requirements of 37 CPR 1.821(b) through (f), as dis
cussed above, within the time period prescribed in a
notice requiring compliance in an international appli
cation filed in the United States Receiving Office
under the Patent Cooperation Treaty (PCT), if the
above noted requirements are not satisfied at the.time
of filing. Submissious in reply to requirements under
this paragraph must be accompanied by a statement
that the submission does not include matter which
goes beyond the disclosure in the international appli
cation as filed. Such a statement may be made by an
applicant. International applications that fail to com-

ply with any of the requirements of 37 CPR1.821{b)
(f) will be searched to the extent possible without the
benefit of the iuformation in computer readable form.
See PCT Athninistrative Instructions Section 513(c).

The requirement to submit a statement that a sub
mission in reply to the requirements of this section
does not include new matter or matter which goes
beyond the disclosure in the application as filed is not
the first instance in which the applicant has been
required to ensure that there is not new matter upou
amendment. The requirement is analogous. to that
found in 37 CPR 1.125 regarding substitutespecifica
tions. ",hen a substitute specification is required
because the number or nature of amendments would
make it difficult to examine the application, the appli
cant must include a statement that the substitute spec
ification includes no new matter. The necessity of
requiring a substitute "Sequence Listing," Or pages
thereof, is similar to the necessity of requiring a sub
stitute specification and, likewise, the burden is on the
applicant to ensure that no new matter is added.
Applicants have a duty to comply with the statutory
prohibition (35 U.S.C. 132 and 35 U.S.C. 251) against
the introduction of new matter.

It should be. noted that the treatment accorded
errors in sequencing or any other errors prior to the
implementation date of the sequence rnles will be no
different for those applications filed on or after the
implementatiou date of these rules. The correction of
errors in sequenciug or any other errors that are made
in describing an invention are, as they have always
been, subject to the statutory prohibition (35 U.S.C.
132 and 35 U.S.C. 251) against the iutroduction of
new matter.

2422.08 Presumptions Regarding
Compliance

Neither the presence nor absence of information
which is not required under the sequeuce rules will
create a presumption that such information is neces
sary to satisfy any of the requirements of 35 U.S.c.
112. Further, the grantof a patent on an application
that is subject to 37 CFR 1.821 through 37 CPR 1.825
constitutes a presumption that the granted patent com
plies with the requirements of these rules.
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interference before entering any amendments in any
of the cases involved in the interference.

If the amendment is filed in reply to a letter by the
primary examiner, suggesting a claim or claims for
interference with another party and for the purpose of
declaring an additional interference, the examiner,
after obtaining the consent of the administrative
patent judge, enters the amendment and takes the
proper steps to propose the second interference.

If the amendment is one filed in an application
where the administrative patent judge has consented
to ex parte prosecution of an appeal to the Board of
Patent Appeals and Interferences being conducted
concurrently with the interference proceeding (see
MPEP § 2315) and if it relates to the appeal, it should
be treated like any similar amendment in an ordinary
appealed application.

When an amendment filed during interference pur
ports to put the application in condition for another
interference either with a pending application or with
a patent, the primary examiner must personally con
sider the amendment sufficiently to determine
whether, in fact, it does so, and should then consult
with the administrative patent judge. With the consent
of the administrative patent judge, one of the follow
ing three actions may be appropriate.

(A) If the amendment presents allowable claims
directed to an invention claimed in a patent or in
another pending application in issue or ready for
issue, the examiner borrows the file, enters the
amendment, and takes the proper steps to propose the
second interference.

(B) Where in the opinion of the examiner, the
proposed amendment does not put the application in
condition for interference with another application not
involved in the interference, the amendment is placed
in the file and marked "not entered" and the applicant
is informed why it will not be now entered and acted
upon.

(C) When the amendment seeks to provoke an
interference with a patent not involved in the interfer
ence and the examiner believes that the claims pre
sented are not patentable to the applicant, and where
the application is open to further ex parte prosecution,
the file should be obtained, the amendment entered,
and the claims rejected, setting a time period for reply.
If reconsideration is requested and rejection made
final, a time period for appeal should be set. Where
the application at the time of forming the interference
was closed to further ex parte prosecution and the dis
closure of the application will prima facie not support
the claim presented, or where the claims presented are
drawn to a nonelected invention, the amendment will
not be entered and the applicant will be so informed.
That communication will give briefly the reason for
the nonentry of the amendment.

2365 Second Interference

37 CFR 1.665. Second interference.
A second interference between the same parties will not be

declared upon an application not involved in an earlier interfer
ence for an invention defined by a count of the earlier interfer
ence. See § 1.658(c).

•••••••••••••••••••••••••••••
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acid sequences that is set forth in this section remains applicable
for amino acid sequences that are circular in configuration; with
the exception. that the designation of the first amino acid of. tbe
sequence may be made at the option of the applicant.

(5) An amino acid sequence- that contains internal termi
nator symbols (e.g., "Ier", "*", or ",",etc.) may not be repre
sented as a single amino acid sequence, "but shall be presented as
separate amino acid sequences.

(e) ,A sequence with a gap or gaps shall be presel1Jed as a
plurality of separate sequences, with separate sequence identifiers,
with the number of separate sequences being equal in number to
the number of continuous- strings of sequence data.' A sequence
that is made up of one or more noncontiguous segments of a larger
sequence or segments from different sequences shall be presented
as a separate sequence.

Tables 1-6 of WIPO Standard ST.25 (1998),
Appendix 2, are reproduced in MPEP § 2422.

2423.01 Format and Symbols To Be
Used in Sequence Listings

37 CPR 1.822 sets forth the format and symbols to
be used for listing nucleotide and/or amino acid
sequence data. The codes for representing the nucle
otide and/or amino acid characters in the sequences
are set forth in the tables of WIPO Standard ST.25
(1998), Appendix .2, Tables 1 and 3. See MPEP
§ 2422. No other symbols shall be used in nucleotide
and amino acid sequences. The "modified base" and
"modified and unusual amino acid" codes appearing
in WIPO Standard ST.25 (1998), Appendix 2, Tables
2 and 4 (see 37 CFR 1.822 and 'MPEP § 2422) are
not to be set forth in the sequences recited in the
Sequence Listing, However, "modified base" or
"modified and unusual amino acid" codes may be
used in the written description and/or drawing por
tions of the specification. To properly enter notations
for modified codes in the Sequence Listing, the Fea
ture section of the Sequence Listing should be used.
That is, a modified base or amino acid may be pre
sented in a given sequence as the corresponding
unmodified base or amino acid if the modified base or
amino acid is one of those listed in WIPO Standard
ST.25 (1998), Appendix 2, Table 2 or 4 and the modi
fication is also set forth in the Feature section of the
Sequence Listing. Otherwise, all bases or amino acids
not appearing in WIPO Standard ST.25 (1998),
Appendix 2, Table 1 or 3 must be listed in a given
sequence as "n"or "Xaa," respectively, with further

information given in the Feature section of the
"Sequence Listing." See 37 CPR 1.823(b).

In 37 CFR 1.822(b) and 37 CFR 1.822(d), the use
of three-letter codes for amino acids is required. The
use of the three-letter codes for amino acids is pre
ferred over the one-letter codes from the perspective
of facilitating the examiner's review of the application
papers, including the "Sequence Listing", and the
public's, as well as the examiner's, use of the printed
patents. The three-letter codes must be presented
using the upper case for the first character and lower
case for the remaining two characters.

37 CFR 1.822(c) through (e) set forth the format for
presenting sequence data. These paragraphs set forth
the manner in which the characters in sequences are to
be grouped, spaced, presented and numbered.

2423.02 Depiction of Coding Regions

If applicant chooses to depict coding regions,
37 CFR 1.822 (c)(3) requires the amino acids corre
sponding to the codons in the coding parts of a nucle
otide sequence to be typed immediately below the
corresponding codons. Further, in 37 CPR 1.822
(c)(3), the situation in which a codon spans an intron
has been addressed. In those situations, the "amino
acid symbol shall be typed below the portion of the
codon containing two nucleotides." This requirement
clarifies the representation of an amino acid that cor
responds to a codon that spans an intron.

It should be noted that the sequence rules do not, in
any way, require the depiction of coding regions or
the amino acids corresponding to the codons in those
coding regions. 37 CFR 1.822 (d) only requires that
where amino acids corresponding to the codons in the
coding parts of a nucleotide sequence are depicted,
they must be depicted below the corresponding
codons. There is absolutely no requirement in the
rules to depict coding regions. Nor is there a require
ment to separately list the amino acids corresponding
to the codons in the coding parts of a nucleotide
sequence unless the applicant desires to discuss the
amino acids as a separate sequence. That is, when the
coding parts of a nucleotide sequence and their corre
sponding amino acids have been identified, if appli
cant desires to discuss those amino acids in the coding
parts of the nucleotide as a separate sequence, those
amino acids must also be set forth as a separate
sequence. The separate submission of the amino acid
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AQ's claims corresponding to the sole count is
awarded to applicant AQ. Applicant AS and the
assignee would not be estopped, because applicant
AQ was not a "losing party" (37 CPR 1.658(c)).

Example 8
Applicant AT discloses a generic invention to "sol
vent" and a species to "benzene."Application AT
contains a patentable claim 1 (solvent) and no
other claims. Applicant AU discloses the generic
invention to "solvent" and species to "benzene'.'
and "toluene." Application AU contains patentable
claim 3 (solvent) and no other claims. An interfer
ence is declared with a single count (solvent).
Claim 1of application AT and claim 3 of applica
tion AU are designated to correspond to the count.
No preliminary motions are filed. A judgment is
entered in favor of applicant AT on the claim cor
responding to the sole count. Applicant AU would
be estopped to obtain a patent containing a claim
to benzene, because applicant AU failed to file a
preliminary motion under 37 CPR 1.633(c)(I)
seeking to add a count to benzene and benzene was
disclosed in winning party AT's application.
Applicant AU would also be estopped to obtain a
patent containing a claim to toluene, unless "tolu
ene" defines a "separate patentable invention"
from "solvent." A basis for interference estoppel
(37 CPR 1.658(c)) exists if "toluene" and "sol
vent" define the "same patentable invention"
because a claim to "toluene" could properly have
been added and designated to correspond to the
count. See 37 CPR 1.633(c)(2).

The following two examples illustrate the applica
tion of estoppel against an applicant who lost the
interference based solely on the fact that the applicant
was unable to establisha date of invention prior to the
opponent's foreign filing date (see Ex parte Tytgat,
225 USPQ 907 (Bd. App. 1985)):

Example 9.
Application AVdiscloses engines in general and in
particular a 6-cylinder engine. Application AV
contains only claim 1 (engine). Application AW
discloses engines in general, but does notspecifi
cally disclose a 6-cylinder engine. Application AW
contains only a single claim 3 (engine). The U.S.
"filing date" (37 CPR 1.601(h) of the AVapplica
tion is prior to the U.S. filing date of the AW appli-

2300-35

cation, but the AW application claims a foreign
priority date under 35 U.S.C. 119 based on an
application filed in a foreign country prior to the
filing date of the AV application. An interference
is declared. The sole count of the interference is to
"an engine." Claim 1 of the AV application and
claim 3 of the AW application are designated to
correspond to the count. During the interference,
applicant AV does not move under 37 CPR
1.633(c)(2) to add a claim to a 6-cylinder engine
and to designate the claim to correspond to the
count. Applicant AW is awarded a judgment in the
interference based on the earlier filing date of the
foreign application. After the interference, appli
cant AV adds claim 2 (6"cylinder engine) to the
AVapplication. Whether AV would be entitled to a
patent containing a claim to a 6-cylinder engine
will depend solely on whether a 6-cylinder engine
is a "separate patentable invention" from "engine"
- the subject matter of the count. If a 6-cylinder
engine is a "separate patentable invention" within
the meaning of 37 CPR 1.601(n), applicant AV
could not have successfully moved under 37 CPR
1.633(c)(2) to add claim 2 and to designate it to
correspond to the count. Therefore applicant AV
could obtain a patent containing claim 2. If, on the

.other hand, a 6-cylinder engine is not a "separate
patentable invention," claim 2 of the AV applica
tion would be rejected on the basis of interference
estoppel because claini 2 could have been added
by a motion under 37 CPR 1.633(c)(2). See
37 CPR 1.658(c).

Example 10.
This example is basically the same as Example 9,
except that application AV initially contains claim
1 (engine) and claim2 (6"cylinder engine). When
the interference is declared, both claims 1 and 2 of
application AV are designated to correspond to the
count. During the interference, applicant AV does
not move under 37 CPR 1.633(c)(4) to designate
claim 2 as not corresponding to the count. A judg
ment in the interference is entered for applicant
AW based on the earlier filing date of the foreign
patent application. After the interference, applicant
AV would not be able to obtain a patent
containing claim 2, because the claim was desig
nated to correspond to a count and entry of the
judgment constitutes a final decision by the PTO
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be set forth at the beginning of the "Sequence Listing." The fol

lowing table illustrates thenumeric identifiers.

2424

.

Numeric
Defiuitiou Commeuts and format Maudatory (M) or Optioual (0)

Ideutifier .

<110> Appli- Preferably max. of 10 uames; one M.
cant. ..................... uame perline; preferable format ..

Surname, Other Names and/or Ini-
tials.

<120> Title of Inven- ........................................................ M.
tiou.......... .. ....

<130> File Refer- Persoual file refer- M wheu filed prior to assigumeut
ence............... ence ......................... or appl. uumber

<140> Current Application Specify as: US 07/999,999 or M, if available.
Number. PCTIUS96/99999.

<141> Current Filing Specify as: yyyy-mm- M, if available.
Date....... dd ......................

<150> Prior Applicatiou Specify as: US 07/999,999 or· M, if applicable iuclude priority
Number. PCTIUS96/99999. documents uuder 35 U.S.c. 119

and 120

<151> Prior Application Fil- Specify as: yyyy-mm-dd M, if applicable
iug Date. .....................

<160> Number of SEQ ill Couut includes total uumber of M.
NOs. SEQJD

NOs................................................

<170> Soft- Name of software used to create O.
.

ware ....................... the Sequeuce Listing.

<210> SEQ ill Response shall be an integer repre- M.
NO:#: .............. senting the SEQ ill NO shown.

<211> Length....................... Respond with an integer express- M.
.... ing the number of bases or amino

acid residues.
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such claims "stand finally disposed of without further
action by the examiner." See also 35 U.S.C. 135(a).
When the files are returned to the TC after tetrnina
tion of the interference, a pencil line should be drawn
through the claims as to which a judgment of priority
adverse to an applicant has been rendered, and the
notation "37 CPR 1.663" should be written in the
margin to indicate the reason for the pencil line. If
these claims have not been canceled by the applicant
and the application is otherwise ready for issue, these
notations should be replaced by a line in red ink and
the notation "37 CPR 1.663" in red ink before passing
the application to issue, and the applicant notified of
the cancellation by an Examiner's Amendment. If an
action is necessary in the application after the interfer
ence, the applicant should also be informed that
"Claims (designated by numerals), as to which a judg
ment adverse to the applicant has been rendered, stand
finally disposed of in accordance with 37 CPR
1.663."

If all the claims in the application are eliminated, a
letter should be written infotrning the applicant that
all the claims in the application have been disposed
of, indicating the circumstances, that no claims
remain subject to prosecution, and that the application
will be sent to the abandoned files with the next group
of abandoned applications. Proceedings are tetrni
nated as of the date the interference tetrninated. See
MPEP §2361.

If the losing party's applicationwas under rejection
at the time the iuterference was declared, such rejec
tion is ordinarily repeated (either in full or by refer
ence to the previous action) and, in addition, any other
suitable rejections, as discussed below, are made. If
the losing party's application was under final rejection
or ready for issue, his or her right to reopen the prose
cution is restricted to subject matter related to the
issue of the interference.

Where the losing party failed to get a copy of the
opponent's drawing or specification during the inter
ference, the losing party may order a copy thereof to
enable said party to respond to a rejection based on
the successful party's disclosure. Such. order is
referred to the administrative patent judge who has
authority to approve orders of this nature.

In addition to repeating any outstanding rejection,
the examiner should consider whether any remaining
claims in the losing party's application should be

rejected on the ground of unpatentability under
35 U.S.C. 102/103, or on the ground of estoppel.

UNPATENTABILITY UNDER 3S U.S.C. 1021103

The examiner should detetrnine from the Board's
decision the basis on which judgment was rendered
against the applicant. If the judgment was that appli
cant was not the first inventor of the subject matter in
issue, the application claims may be rejected under
35 U.S.C. 102(g)/l03 as unpatentable over the lost
counts. If the judgment was based on a holding that
applicant derived the invention from another, a rejec
tion of claims as unpatentable over the lost counts
under 35 U.S.C. 102(1)/103 may be in order. Where
the Board rendered judgment against the applicant
because his or her claims were unpatentable over
prior art, under 35 U.S.C. 112, or on other grounds,
the other claims in the application should be reviewed
to determine whether any of those grounds may be
applicable to them.

ESTOPPEL

Claims which cannot be rejected as unpatentable
over the lost counts may still be subject to rejection on
the ground of estoppel. As stated in 37 CPR 1.658(c),
a losing party who could have properly moved under
37 CPR 1.633 or 1.634, but failed to do so, is
estopped from taking subsequent action in the USPTO
which is inconsistent with the party's failure to prop
erly move. However, in the event of a "split award,"
the losing party is not estopped as to claims which
corresponded, or properly could have corresponded,
toa count which he or she won.

The following examples illustrate the application of
estoppel to thelosing party:

Example]
Junior party applicant AL and senior party appli
cant AK both disclose separate patentable inven
tions "A" and "B" and claim only invention A in
their respective applications. An interference is
declared with a single count to invention A. Nei
ther party files a motion under 37 CPR 1.633(c)(I)
to add a count to invention B. Judgment as to all
of Al:s claims corresponding to the sole COunt is
awarded to junior party applicant AL. Senior party
applicant AK will be estopped to thereafter obtain
a patent containing claims to invention B, because
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Numeric
Definition Comments and format Mandatory (M) or Optional (0)

Identifier

<300> Publication Informa- Leave blank after <300> O.
tion

~

O.<301> Authors...................... Preferably max. of ten named
... authors of publication; specify one

name per line; preferable format:
Surname, Other Names andiorIl1i-
tials.

<302> Title ........................... ....................................................... O.
.... ......

<303> Jour- ....................................................... O.
nal .......................... ......

<304> Volume ....................... ; ............................... O.
I··......................... ......

<305> Issue ......................................................... O.
.............................. . .....

<306> Pages
. .

O.........................................................
............................ .. .... ..... . .

<307> Date .............. Journal date on which data pub- O.
lished; specify as yyyy- mm-dd,
MMM-yyyy or Season-yyyy.

<308> Database Accession Accession number assigned by 0,
Number. database including database name.

<309> Database Entry Date of entry in database; specify O.
Date ........ as yyyy-mm-dd or MMM-yyyy.

<310> Patent Document Document number; for patent-type O.
Number. citations only. Specify as, for

example, US 07/999,999.

<311> Patent Filing Document filing date, for patent, O.
Date .............. type citations only; specify as

. yyyy-mm-dd.

<312> Publication Document publication date, for O.
Date ................ patent-type citations only; specify

as yyyy-mm-dd.

<313> Relevant FROM (position) TO (posi- O.
Residues............ tion)...........
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not involved in the interference be rejected and thata
patent be reexamined as to patent claims not involved
in the interference.

When a patent is involved in an .interference each
claim of the patent will be designated to (A) corre
spond to a count or (B) not correspond to a count. All
claims which are ultimately determined to correspond
to a count will be involved in the judgmentofthe
interference. Inasmuch as they are involved in the
judgment of the interference, there is no needto rec
ommend reexamination of those claims. The claims
involved in the. interference are either patentable or
unpatentable based on the final decision of the Board.

2360 Reexamination, Reissue,Protest,
or Litigation During Interference

37 CFR 1.660. Notice of reexamination, reissue, protestor
litigation.

(a) Whena request for reexamination of a patent involvedin
an interference is filed, the patent owner shall notify the Board
within 10 days ofreceiving noticethat the-request wasfiled.

(b) When an application for reissue is filed by .a patentee
involved in.an interference, the patentee .shall notify the Board
within 1odays of the daytheapplication forreissue is filed. .

(c) When a protest under § 1.291 is filed against an.applica
tion involved in an interference, the applicant shall notify the
Board within 10 days of receiving noticethat theprotest wasfiled.

(d) A party in an interference shall J;lotifythe Board
promptly of any litigation related to any patent or application
involved in an interference, includingany civil actioncommenced
under 35 U.S.C. 146.

(e), The notice required by this section is designed to assist
the administrative. patent judge.and theBoard in efficiently han
dlinginterference cases. Failure of a party to comply with thepro
visions of this section may result in sanctions under § 1.616.
Knowledgeby, or notice to, an employee of the Office otherthan
an employee of the Board,of the existence of the reexamination,
application for reissue, protest, or litigationshallriot be sufficient.
The notice contemplated by this section is notice addressed to the
administrative patentjudge in charge of the interference in which
the application or patent is involved.

Under 37 CFR 1.660, a party isrequired to notify
the Board when the party's patent or application
becomes involved in other USPTO proceedings (reex
amination, reissue, or protest) or litigation.

Before taking any action on the reexamination,
reissue, or protest, the primary examiner should con
sult the administrative patent judge in charge of the
interference. Itis particularly important that a reissue
application not be granted without the approval of the

administrative patent judge; Also seeMPEP § 2284
concerning requests for· reexamination of a patent
involved in an interference.

2361 Termination Of Interference
After Judgment

37 CFR 1.661. Termination of interference after judgment.
Mtera fmal decision is entered by the Board, an interference is

considered terminated whenno appeal (35 U.S.C. 141) or other
reviewp5 U.S.C. 146) has heen or can be taken or had.

37 CPR 1.661 sets forth when an interference is
considered terminated aftera judgment is entered in
the interference. For the purpose of filing copies of
settlement agreements under 35 U.S.C. 135(c), if an
appeal or civil action is not ftIed, the interference is
considered terminated as of the dille the time for ftIing
an appeal or civil action expired. 37 CPR 1.661; Tall
ent v. Lamoine, 204 USPQ 1058 (Comm'r Pat. 1979).
See also Nelson v. Bowler, 212 USPQ 760 (Comm'r
Pat. 1981). If an appeal is .taken to the Court of
Appeals for the..Federal Circuit, the interference ter
minateson the date of receipt of the court's mandate
by the U.S.. Patent and Trademark Office. See.MPEP
§ 1216.01. If a civil action is ftIed, and the decision of
the district court is not appealed, theinterference ter
minates on the date the time for filing an appeal from
the court's decision expires: Hunter v. Beissbarth,
15 U'SPQ2d 1343 (Comm'r Pat. 1990).

2363 Action After Interference

37 CFR 1.664. Action after interference.
(a).. Mter .. termination of an interference, the examiner

will pr?rnptly take such action. in any application. previously
involved in the interferenceas may be necessary. Unless entered
by order of an administrative patent judge, amendments presented
during the interference shall. not be entered,' but may be subse
quentlypresented by theapplicant subjectto theprovisionsof this
subpart provided 'prosecution of the .application is not otherwise
closed;

(b) Afterjudgtnent, the application of any party may be held
subject _to further examination, including an interference with
another'application.

The files are returned to the Technology Center
(TC) after termination of the interference. Jurisdiction
of the examiner is automatically restored with the
return of the files, and the cases of all parties are sub
ject to such ex parte action as their respective condi
tions may require. The date when the interference
terminates does not mark the beginning of a statutory
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Numeric
Definition Comments and format Mandatory (M) or Optional (0)

Identifier

<141> Current Filing . Specify as: yyyy-mm- M, if available.
Date ....... dd........ :..,.,........

<150> Prior Application
.

Specify as: VS 07/999,99<:) or M, if applicable include priority
Number. PCTIUS96/99999. documents under 35 V.S.c. 119

and 120

<151> Prior Application Fil- Specify as: yyyy-mm-dd M, if applicable

. ing Date. ..................... ..

<160> Number of SEQ ID Count includes total number of M.
NOs. SEQID

NOs ................................................
.

... .

<170> Soft- Name of software used to create O.
ware......................... the Sequence Listing.

•

<210> SEQID Response shall be an integerrepre- M.
NO:#: .............. sentingthe SEQ ID NO shown.

<211> Length....................... Respond with an integer express- M.
.... ing the number of bases or amino

acid residues.

<212> Type........................... Whether presented sequence mole- M.
... cule is DNA, RNA, or PRT (pro-

. tein). If a nucleotide sequence
contains both DNA and RNA frag-
ments, the type shall be "DNA." In
addition, the combined DNA! ...
RNA molecule shall be further
described in the <220> to <223> ..,
feature section.

<213> Organ- S ientifi .... G· 1 . M.cienti ic name, Le.. enus/:spe'-
ism...................... cies, Unknown or Artificial

Sequence. In addition, the
"Unknown" or "Artificial
Sequence" organisms shall be fur-
ther described in the <220> to
<223> feature section.
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that the-opponent wishes to have reviewed by the-Board at a final
hearing. Where only the. opponent's response includes a request
for a finalhearing, the party filing the papershall,within14 days
from the date of service of the opponent's response, file a reply
identifying any other decision of the administrative patent Judge
that the party wishes to have reviewed by the Board at a final
hearing.

(3) The paper or the response should be accompanied by
amotion (§ 1.635) requesting a testimony period if either party
wishes to introduce any evidence to be considered at final hearing
(§ 1.671). Any evidence that a party wishes to have considered
with respect to the decisions and deferred motions identified for
consideration or review at final hearing shall be filed or, if appro
priate, noticedunder § 1.671(e) during the testimony period of the
party. A request for a testimony period shall 'be construed 'as
including a request for final hearing.

(4) If the paper contains an explanation of why judgment
should not be entered in accordance with the order, andif no party
has requested a final hearing, the decision that is the basis for the
order shallbe reviewed based on the contents of the paper and the
response. If the paper fails to show good cause, the Board shall
enter judgment against the party-against whom the order issued.

Where appropriate, an administrative patent judge
may consult with an examiner on a question which
arises in the first instance in the interference. For
example, a party may allege unpatentability over a
reference not previously considered, or may attempt
to add a count drawn to subject matter which was not
previously examined.

The extent of the consultation will be determined
by the administrative patent judge; the examiner may
be consulted merely on one point of patentability, or
may be asked to conduct a search of newly-presented
counts or claims. The consultation may be informal,
as by a telephone call, or may be by a moreformal
written memorandum to the examiner.

It should be noted that nothing in 37 CFR 1.640
authorizes conferences between administrative patent
judges and examiners in ex parte appeals under
35 U.S.C. 134 from an adverse decision of an exam
iner.

2341 Unpatentability Discovered

37 CFR 1.641. Unpatentability discovered by
administrative patent judge.

(a) During the pendency of aninterference, if the adminis
trative patent judge becomes aware of a reason why a claim desig
nated to correspond to a count may nor be patentable, the
administrative patent judge may enter an order notifying the par
ties of the reason and set it time within which each party may'
present its views, Including any argument and any supporting evi-

dence, and, in the case of the party whose claim may be unpatent
able, any appropriate preliminary motions under §§ 1.633(c),
(d) and (h).

(b) If a party timely files a preliminary motion in response to
the order of .the administrative patent judge, any opponent may
file an opposition (§ 1.638(a». If an opponent files an opposition,

the party may reply (§ 1.638(b)).

(c) After considering any timely filed views, including any
timely filed preliminary motions under § 1;633, oppositions and
replies, the administrative patent judge shall decide how-the inter

ference shallproceed,

If the examiner, while the interference is pending,
discovers a reference or other reason which he or she
believes would render one or more of the parties'
claims corresponding to the count(s) unpatentable, the
reference or other reason should be brought to the
attention of the administrative patent judge in charge
of the intetference. The administrative patent judge
will determine what action, if any, should be taken in
the interference.

2342 Addition to Interference

37 CFR 1.642. Addition of application or patent to
interference.

During -the pendency of an interference, if the adminis
trative patent judge becomes aware of an application or a patent
not involved in the interference which claims the' same patentable
invention as a count in the interference, the administrative patent
judgemay add the application or patent to the interference on such
tennsas maybe fair to all parties.

37 CFR 1.642 permits an administrative patent
judge to add a newly discovered patent, as well as
newly discovered applications, to an interference.

EXAMINER DISCOVERS ANOTHER APPLI·
CATION OR PATENT DURING INTERFER·
ENCE

If, during the pendency of an interference, the
examiner discovers another application or patent
claiming subject matter which is the same as, or not
patentably distinct from, the invention defined in a
count of the interference, the examiner should bring
the application or patent to the attention of the admin
istrative .patent judge in charge of the interference.
The administrative patent judge will determine what
action, if any, should be taken in the interference.

If the application in question is for reissue of a
patent involved in the interference, see MPEP § 2360.
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. .
Numeric

Definition Comments and format Mandatory (M) or Optional (0)
Identifier .
<306> Pages ....................................................... O.

............................ . .. .... .

<307> Date.............. Journal date on which data pub- O.
lished; specify as yyyy- mm-dd,
MMM-yyyy or Season-yyyy. .

<308> Database Accession .. Accession number assigned by O.
Number. database including database name.

<309> Database Entry Date of eutry in database; specify O.
Date........

'.
as yyyy-mm-dd or MMM-yyyy.

<310> Patent Document Document number; for patent-type O.
Number. citations only. Specify as, for

example, US 07/ 999,999.. ..

<311> Patent Filing Document filing date, for patent- O.
Date.............. type citations only; specify as

yyyy-mm-dd.

<312> Publication Document publication date, for O.
Date................ patent-type citations only; specify

as yyyy-mm-dd. .

<313> Relevant FROM (position) TO (posi- O.
Residues............ tion)...........

<400> Sequence................... SEQ ill NO should follow the M.
.... numeric identifier and should

appear on the line preceding the
actual sequence.

2424.03 Additional Miscellaneous
Requirements

Throughout 37 CFR 1.823(b), the items of informa
tion relating to patent applications and patent publica
tions should be provided keeping in mind the
appropriate standards that have been established by
the World Intellectual Property Organization (WIPO).
In general, an application should be identified by a
country code, a number and a filing date, while a pub
lished patent document should be identified by a
country code, a number and kind code. Proper citation
of priority patent applications is covered in MPEP
§ 201.14(d). For published patent documents, the
country code, number and kind code will appear on

the front page of the document. Unpublished PCT
applications are ideutified by the letters PCT, the
country code of.the Receiving Office, the last two dig
its of the year of filing and a number, e.g., PCT/AT81/
00033, PCTIFR88/00100. A published PCT applica
tiou is identified by the letters WO,the last two digits
of the year of publication, a riumber and a kiud code,
e.g., W082/02827A, W088/06811A. Country codes
from WIPO Standard ST.3 Annex A and kind codes
from WIPO Standard ST.16 are reproduced in MPEP
§ 1851. Questious on proper citation of patent docu
ments should be directed to the Search and Iriforma
tion Resources Administration, International Liaison
Staff.
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(b) 'Ex parte prosecution" as to' specified matters may be con
tinued concurrently with the interference with the consent of the
administrative patent judge.

Under 37 CFR 1.615, upon declaration of an inter
ference, ex parte prosecution of an application
involved in the interference is suspended and any out
standing Office actions are considered as withdrawn
by operation of the rule. Ex parte Peterson, 49 USPQ
119, 1941 C.D. 8 (Comm'r Pat. 1941). Upon termina
tion of the interference, the examiner will reinstate the
action treated as withdrawI1 by operation of 37 CFR
1.615 and set a shortened statutory period for reply.

The treatmentof amendments filed during an inter
ference is considered in detail in MPEP § 2364 
§ 2364.01.

The approval of the administrative patent judge in
charge of the interference must be obtained before
undertaking any concurrent prosecution of the appli
cation.

2315.01 Suspension - Overlapping
Applications

Where one of several applications of the same
inventor or assignee which contain overlapping
claims gets into an interference, the prosecution of all
the cases not in the interference should be carried as
far as possible, by treating as prior art the counts of
the interference for the purpose of making provisional
rejections and by insisting on proper lines of division
or distinction between the applications. In some
instances, suspension of action by the Office cannot
be avoided. See MPEP § 709.oI.

Where an application involved in an interference
includes, in addition to the subject matter of the inter
ference, a separate and divisible invention,prosecu
tion of the second invention may be had during the
pendency of the interference by filing a divisional
application for the second invention or by filing a
divisional application for the subject matter of the
interference and moving to substitute the latter divi
sional .application for the application originally
involved in the interference. However, the application
for the second invention may not be passed to issue if
it contains claims broad enough to dominate matter
claimed in. the application involved in the interfer
ence.

'f{ 23.17 Rejection Based on Count ofan Interference
The rejection of claim [1] above based upon count [2] of Inter

ference No. [3], to which applicant is a party, is a provisional
rejection for the purpose of resolving all remaining issues in this
application. The provisional assumption that the count is prior art
under 35 V.S.c. 102(g) against this application mayor may not be
true, and the prosecution in this case -will be suspended pending
final determination of priority in the interference. if and when no
other issues remain.

Examiner Note:
1. This paragraph must follow all rejections under 35 U.S.c.
102 or 103 using the count ofthe interference as prior art.
2. This paragraph is applicable only to an application which is
commonly owned by a party in the interference but is not involved
in the interference.

'f{ 23.18 Suspension of Prosecution Pending Outcome of
Interference

The outcome of Interference No. [1] has a material bearing on
the patentability of the claims in this application. Prosecution in
this application is SUSPENDED pending 'a final judgment in the
interference.

Applicant should tall this case up for action upon termination
of the interference.

Examiner Note:
This paragraph should-only be used in an application that is not

in the interference but-is commonly owned by one of the parties
thereto.

2333 Preliminary Motions - Related
to Application Not Involved
in Interference

Whenever a party in interference brings a motion
under 37 CFR 1.633(d) or (e) concerning an applica
tion not already included in the interference, the
administrative patent judge will normally send the
primary exaininer awritten notice of such motion and
the primary exaininer should place this notice in said
application file.

The notice is customarily sent to the Technology
Center (TC) which declared the interference, since the
application referred to in the motion is generally
examined in the same TC. However, if the application
is not being examined in the same TC, then the correct
TC should be ascertained and the notice forwarded to
thatTC.

This notice serves useful and essential purposes,
and due attention must be given to it by the examiner
when it is received. First, the exaininer is cautioned
by this notice not to consider ex parte, questions
which are pending before the Office in inter partes
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wnting the properly formatted file to one of the
acceptable electronic media. If a given sequence and
its associated information cannot practically or possi
bly fit on the electronic media required in 37 CPR
1.824(c), an exception via a non-fee petition to waive
this provision will normally be granted. As set forth in
37 CPR 1.824(d), the computer readable forms that
are submitted in accordance with these rules will not
be returned to the applicant. 37 CPR 1.824(a)(6)
requires the labeling, with appropriate identifying
information, of the computer readable forms that are
submitted in accordance with these rules.

2426 Amendments to or Replacement
of Sequence Listing aud Computer
Readable Copy Thereof

37 CFR 1.825. Amendments to or replacement ofsequence
listing and computer readable copy thereof

(a) Any amendment to a paper copy of the "Sequence List
ing" (§ 1.821(c» must be made by the submission of substitute
sheets and include a statement that the substitute sheets include no
new matter. Any amendment to a compact disc .copy of the
"Sequence Listing" (§ 1.821(c)) must be made by the submission
of a replacement compact disc (2 copies) in compliance. with
§1.52(e). Amendments must also be accompanied bya statement
that indicates support for the amendment in the application, as
moo, and a statement that the replacement compact. disc includes
no new matter.

(b) Any amendment to the paper copy of the "Sequence List
ing," in accordance with paragraph (a) of this section, must be
accompanied by a substitute copy of the computer readable form
(§ 1.821(e» including all previously submitted data with the
amendment incorporated therein, accompanied by a statement that
the copy in computer readable form is the same as the substitute
copy of the "Sequence Listing."

(c) Any appropriate amendments to. the "Sequence Listing"
in a patent; e.g., by reason of reissue or certificate of correction,
must comply with the requirements of paragraphs (a) and (b) of
this section.

(d) If, upon receipt, the computerreadable form is found to
be damaged or unreadable, applicant must provide, within such
time as set by the Commissioner, a substitute copy. of the data in
computer readable form accompanied by a statement that the sub

stitute data is identical to that originally filed,

37 CPR 1.825 sets forth the procedures for amend
ing the "Sequence Listing" and the computerreadable
copy thereof. The procedures that have been defined
in 37 CPR 1.825 involve the submission of either sub
stitute sheets or substitute compact discs of the
"Sequence Listing" or substitute copies of the com
puter readable form, in conjunction with statements

that indicate support for the amendment in the appli
cation, as filed, and that the substitute sheets or copies
include no new matter. (See MPEP § 608.05 and
§. 2428 for further information.) An amendment to the
material on a compact disc must be done by submit"
ting a replacement compact disc with the amended
file(s). The amendment should include a correspond
ing amendment to the description of the compact disc
and the files contained thereon in the paper portion of
the specification, A replacement compact disc con
taining the amended files also must contain all ofthe
files of the original compact disc. that were not
amended. This willinsure that the Office, printer, and
public can quickly access all of the current files in an
application or patent by referencing only the latest
compact disc.The requirement for statements regard
ing the absence of new matter follows current practice
relating to the submission of substitute specifications,
as set forth in 37 CPR 1.125. 37 CPR 1.825 (c)
addresses the situation where amendments to the
"Sequence Listing" are made after a patent has been
granted, e.g., by a certificate of correction, reissue or
reexamination. 37 CPR 1.825 (d) addresses the possi
bility and presents a remedy for the situation where
the computer readable form may be found by the
Office to be damaged or unreadable.

2427 Form Paragraphs and Notice
to Comply

2427.01 Form Paragraphs

See MPEP § 608.05 for form paragraphs which
should be used when notifying applicant that a com
pact disc submitted in accordance with. 37 CPR
1.52(e) (i.e., containing a computer program listing,
Sequence Listing, andlor table) does not comply with
all of the requirements of the 37 CPR 1.52(e). See
also MPEP § 608.05(b) for form paragraphs which
should be used when a table submitted on compact
disc does not comply with 37 CPR 1.52(e).

In order to expedite the processing of applications,
minor errors pertaining to compliance with the
sequence rules may be handled with the first Office
action. Examples of minor errors are: when the
"Sequence Listing" under 37 CPR 1.821(c) is submit
ted on compact disc, missing statement in the trans
mittal letter stating that the two compact discs are
identical, missing an incorporation-by-reference of
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2309.03 Affidavits and Declarations
Retained in File

When there are of tecord in the file of the applica
tion affidavits or declarations under 37 CPR 1.131 or
1.608, they should not be sealed but should be left in
the file for consideration by the Board.

Affidavits and declarations under 37 CPR 1.131
and 1.608 are available for inspection by an opposing
party to an interference after the preliminary motions
under 37 CPR 1.633 are decided. See 37 CPR
1.612(b).

Affidavits or declarations in the file of a patent are
not removed, inasmuch as they have been available to
the public since the date the patent issued.

2309.06 Interfering Subject Matter
in "Secrecy Order" Cases

37 CFR 5.3. Prosecution of application under secrecy
order; withholding patent.

*****
(b) An interference will not be declared involving national

applications under secrecy order. However, if anappIicant whose
application is under secrecy order seeks to provoke an interfer
ence with an issued patent, a notice of that fact will be placed-in
the file wrapper of the patent. (See § 1.607(d)).

*****

Since declaration of an interference gives immedi
ate access to applications by opposing parties, no
interference will be declared involving an application
which has a secrecy order therein. See MPEP § 120
and § 130. Claims will be suggested, if necessary, so
that all parties will be claiming the same patentable
invention. See MPEP § 2303 - § 2305.04. When each
application contains at least one claim to the same
patentable invention, the following letter will be sent
to all parties:

Claims 1, 2, etc. (including the conflicting claims and
claims not patentable over the application under secrecy
order) conflict with those of another application. How
ever, the secrecy -order (of the other application/of your
application) does not permit the declarationof an .interfer
ence. Accordingly, action on the application is suspended
for so long as this situation continues.

Upon removal of the secrecy order and markings, if
applicable, from all applications, an interference will be
derlared.

The letter should also indicate the allowability of
the remaining claims, if any.

A notice that claims have been presented in an
application under secrecy order for the purpose of
interference with a patent should be placed in the pat
ented file. Also, in accordance with 37 CPR 1.607(d),
the patentee should be notified. See MPEP § 2307.06.
The question of an interference is taken up upon ter
mination of the secrecy order in the application in
which patent claims are presented. The suggested
notices shouldbe modified accordingly.

The notices should be signed by the primary exam
iner. The copy of the notice retained separately in the
TC should, in addition, contain the identification of
the applications and patents involved and the interfer
ing claims.

2311 Declaration of Interference

37 CFR 1.611. Declaration ofinterference.
(a) Notice of declaration of an interference will be sent to

each party.
(b) When a notice of declaration isreturned to the Patent and

Trademark Office undelivered, or in any other circumstance
where appropriate, an administrative patent judge may send a
copy ofthe notice to a patentee named in a patent involved in an
interference or the patentee's assignee of record in the Patent and
Trademark Office or order publication of an appropriate notice in
the Official Gazette.

(c) The notice of declaration shall specify:
(1) The name and residence of each party involved in the

interference;
(2) The name and address of record of any attorney or

agent of record in any application or patent involved in the inter
ference;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) The identity of any application or patent involved in
the interference;

(5) Where a party is accorded the benefit of the filing date
of an earlier application, the identity of the earlier application;

(6) The count or counts and, if there is more than one
count, the examiner's explanation why the counts define different
patentable inventions;

(7) The claim or claims of any application or any patent
which correspond to each count;

(8) The examiner's explanation as to why each claim des
ignatedas corresponding to a count is directed to the-same patent
able invention as the count and why each claim designated as not
corresponding to any count is not directed to the same patentable
invention as any count; and

(9) The order of the parties.
(d) The notice of declaration may also specify the time for:

(1) Filing a preliminary statement as provided in
§ 1.621(a);
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1. Use thisfonn paragraph only for the initial communication
to the applicant. Use either form-paragraph 24.03-or 24,04. for
subsequent communications.

2. Conclude action with appropriate form paragraph(s) 7.100,
7.102.

3. When mailing the Office action, attach the CRF Diskette
Problem Report.

'1 24.03 Compact Disc/CRF Submission Is Not Fully
Responsive, Bona Fide Attempt

The reply filed [1] is not fully responsive to the Office commu
nication mailed [2] for the reason(s) set forth below or on the
attached Notice To Comply With The Sequence Rules or CRF
Diskette Problem Report.

Since the above-mentioned reply appears to be bona fide,
applicant is given a TIME PERIOD of ONE (1) MONTH or
TIDRTY (30) DAYS from the mailing date of this notice, which
ever is longer, within which to supply the omission or correction
in order to avoid abandonment. EXTENSIONS OF THIS TIME
PERIOD MAY BE GRANTED UNDER 37 CPR 1.136(a).

Examiner Note:

1. This fonn paragraph may be used whether or not the six
month period for reply has expired. It is intended for use when
ever a bona, fide reply has been submitted. This practice does not
apply where there has been a deliberate omission of some neces
sary part of a complete reply or where the reason the reply is
incomplete cannot be characterized as an apparent oversight or
apparent inadvertence. Under such cases the examiner has no
authority to grant an extension if the six-month period for reply
has expired. Use form paragraph 24.04 under such circumstances.

2. In bracket 1, insert the date of the reply and in bracket 2,
insert the mail date of the communication requiring compliance.

3. When mailing the Office action, attach a Notice To Comply
With Requirements For Patent Applications Containing Nucle
otide Sequence And/Or Amino Acid Sequence Disclosures, if any,
along with a marked-up copy of the Raw Sequence Listing, or
CRF Diskette Problem Report.

4. See 37 CPR 1.135(c), 1.821(g); MPEP §§ 71O.02(c),
711.02(a), 714.02 and 714.03.

'1 24.04 Compact Disc/CRF Submission Is Not Fully
Responsive

The communication filed [1] is not fully responsive to the com
munication mailed [2] for the reason(s) set forth below or on the
attached Notice To Comply With The Sequence Rules or CRF
Diskette Problem Report.

If a complete reply has not been submitted by the time the
shortened statutory period set in the communication mailed [3]
has expired, this application will become abandoned unless appli
cant corrects the deficiency and obtains an extension of time

under 37 CFR 1.136(a). In nocase mayan' applicant extend the
period for reply beyond the SIX MONTH statutory period.

Examiner Note:

1. Thisfonn paragraph may not be used when the six month
period for-reply has expired. Use this form paragraph in the situa
tion.where.fn the.replyIwithin the' six-months); there has been a
deliberate omissionof some necessary .part ofa complete reply.
When the reply appears to be bona fide, but through an' apparent
oversight or inadvertence failed to provide a complete reply, use
form paragraph 24.03.

2. In bracket 1, insert the date of the reply and in brackets 2 and
3, insert the mail date of the communication requiring compli
ance.

3. When mailing the Office action, attach a Notice To Comply
With Requirements For Patent Applications Containing Nucle
otide Sequence And/Or Amino Acid Sequence Disclosures, if any,
along with a marked-up copy of the Raw Sequence Listing, or
CRF Diskette Problem Report.

'1 24.05 CD-ROMICD-R Requirements (Missing Sequence
ListinglCRF Statement)

This application is objected to because it does not include the
statement "the sequence listing information recorded in computer
readable form is identical to the written (on paper or compact
disc) sequence listing" and, where applicable, a statement that the
submission includes no new matter, as required by 37 CFR
1.821(e), 1.821(1), 1.821(g), 1.825(b) or 1.825(d). Correction is
required.

Examiner Note:

Use this form paragraph when there is no statement in the
transmittal letter stating that the sequence listing information
recorded in the CRF is identical to the written sequence listing

'1 24.05.01 CD-ROMICD-R Requirements (Missing
Sequence ListinglCRF Statement in an Amendment Filed
with a CRF)

The amendment filed [1] is objected to because it does not
include the statement "the sequence listing information recorded
in computer readable form is identical to the written (on paper or
compact disc) sequence listing" and, where applicable, a state
ment that the submission includes no new matter, as required by
37 CFR 1.821(e), 1.821(1), 1.821(g), 1.825(b) or 1.825(d). A
statement that the sequence listing information is identical is
required.

Examiner Note:

1. Use this form paragraph when there is no statement in the
transmittal letter stating that the sequence listing information
recorded in the CRF is identical to the written sequence listing.

2. In bracket 1, insert the date of the amendment.
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A separate form is used for each couut of the inter
fereuce. The form ueed not be typed. If the count is
identical toa claim of one of the parties, the number
of that claim is circled. If the count is not identical to
any claim of any ofthe parties, .the count should be
typed on a plain sheet and attached to the form.

The files to be included in the interference should
be listed by last name (ofthe first listed inventor
application is joint), application number, filing date,
and, if.applicable.patenrnumber and issue date.

The sequence in which the parties are listed on the
form is completely immaterial. If the examiner has
determined that a party is entitled to the.benefit of the
filing date of one or more applications (or patents) as
to the counts, theblanks providedon the form for
indicating this fact should be filled in as to all such
applications. It is particularly important to list all
intermediate applications necessary to provide conti
nuity of pendency to the earliest benefit application to
which a party is entitled.

An applicant may beaccorded the benefit ()f a for
eign application on the Form PTO"850and the decla
ration notices ouly if the papers required by 37CFR
1.55, including an English translation of the foreign
application, have been filed and the primary examiner
has determined that the applicant is in fact entitled to
the benefit of such application. In addition, for utility
or plant applications filed on or after November 29,
2000, the applicant must submit the priority claim
within the time required by 37 CFR 1.55(a)(1) or file
a grantable petition.including the surcharge set forth
in 37 CPR 1.17(t), for an unintentionally delayed pri
ority claim under 37CFR 1.55(c). A patentee maybe
accorded the benefitof the filing date of a foreign
application iJ1 the notice ofinterference provided he
or she has complied with the requirements of 37 CPR
1.55, hasfiledan Englishtranslati()J}' if reqllired, ancl
the primary examiner has determined that at least one
species within the count involved in the' interference
is supported by}he disclosure of the f()reigJ1applica.
tion,

All claims Ineach-party' s application or patent
must be listed in the spaces provided on the form as
either corresponding or not corresponding to the
count. A claim corresponds to a count if, considering
the count as prior art, the claim would be unpatentable

over the count under 35 U.S.c. 102 or 35 U.S.C. 103.
If the examiner is in doubt as to whether a party's
claim.does'ordoes not correspond to'a count, it should
be listed as correspondiug to the count. -If the party

. disagrees with this listing, a rnotionrnay-be filed
under 37 CFR 1.633(c)(4) during the interference to
designate the claim asnot corresponding to the count.

Note thatfor each count, every claim ina party's
application or patent must be designated as either cor
responding or not corresponding to the count; this
includes any claims of the application which may be
under rejection..For.every claim. ofan application
which is listed on the form, the examiner must indi
cate whether or not that claim is allowable by writing
its number ill either thet'patented orpatentable pend
ing Claiills"bo)[otthe"unpatentabIepending claims"
boxonthe form, All patent claims and at least one of
the application claims designated as corresponding to
the count must be listed in the "patented or patentable
pending claims" box;

If an involved application or patent contains multi
ple dependent claims, the examiner should be careful
to indicate which embodiments of each multiple
dependent claim correspond or do not correspond to
each count. An embodiment of a multiple dependent
claim should not be circled on formPTO-850 as being
the count, but rather, the embodiment should be writ
ten outin independent form in the space provided.

After Form PTO-850 is filled out for each count of
the proposed intetference;itUlustbe signed by the
primary examiner and an Interference Practice Spe
cialist.in the space provided..The form mustalso be
signed bY.tit"'Tpbirector/iftli"TC Director's
approval is required (as when the interference

. involvest\y0 applications whoseeffective filing dates
are more than (;monthsapart). .

The.examiner should keep a; copyofthe form or
forms andallattachments for his/herrecords.

If two ofthe ,parties have .the same. attorney or
agent,ihe examiner will in a separate memorandum
callthe>attenti0J} of the Board to. that fact when the
InterferenceInitial Memorandum is forwarded. The
administrative patent judge, when the interference is
declared, can then take such action as may be appro
priate under 37 CPR 1.613(b).

1/
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",-",
<j) UNITED STATES D.EPARTMENT OF COMMERCE

Patent and .Trademark Office
Address: COM~ISSIONER OFPATENTS AND TRADEMARKS

APPLICATION NUMBER FIUNGIRECEIPT DATE FIRST NAMED APPLICANT

DATE MAILED:

ATTY. DOCKET NOJTJTLE

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS
CONTAINING NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES

The nucleotide and/or amino acid sequence disclosure contained inthis application does not comply with
the requirements forsuch a disclosure asset forth in37 CFR 1.821-1.825 for the following reason(s}:

D 1.This application fails tocomply with therequirements of37 CFR 1.821-1.825.

o 2.This application does not contain, asa separate part olthe disclosure on paper copy, a
"Sequence Listing" asrequired by37CFR 1.82f (c).

D 3.Acopy ofthe "SequenceUsting" incomputer readable form has not been submitted asrequired
by37CFR 1.821 (e). . .

D 4.Acopy ofthe "Sequence L1stino" incomputer readable form has been submitted. Thecontent
ofthe computer readable form,llOwever, does not comply with the requirements of37CFR
1.822 and/or 1.832, asindicated on the attached marked-up copy of the "Raw Sequence Listing."

o 5.The computer readable form that has been filed with this application has been found to be
damaged and/or unreadable asindicated on the attached CRF Diskette Problem Report. A
substitute computer readable form must be submitted asrequired by37CFR 1.825(d}.

o 6.The paper copy of the "Sequence Listing" isnot the same asthe computer readable form ofthe
"Sequence Listing" asrequired by37CFR 1.821 (e).

o 7.OTHER,--: --_~---- ~_-__---

APPLICANT MUST PROVIOE:
o An initial orsubstitute computer readable form (CRF) copy of the "Sequence Listing."o f'.n initial,or sUbstitute.l?ap!lr cop.y of the "Sequence Listing," aswell asan amendment directing

Its entry mto the speclticatlon.o Astatement that the content ofthe paper and computer readable copies are the same and where
applicable, include no new matter,as required by37 CFR 1.821 (e), 1.821 (I), 1.821 (g), 1.825(b}or
1.825(d}.

FOR QUESTIONS REGARDING COMPLIANCE WITH THESE REQUIREMENTS, PLEASECONTACl:
D For Rules Interpretationr.call (703) 308-1123.

B For CRF submission hep,can (703) 308-4212. .
For Patenlln software help, call (703) 308-6856.

Customer Service Center
Initial Patent Examination Division (703) 308-1202

FORMPTo-166~Rev. 7/~7) PART 1- ATTORNEY/APPLICANT COpy

2400e53 August 2001



INTERFERENCE PROCEEDINGS 2308.02

dates the applicant's by more than 3 months, should
have in mind the provisions of 37 CFR 1.617, and
especially the following:

(A)A.fter theseaffidaviis orcle~larations are for
warded by the primary examiner for the d\"clar~tionof
an interference, they will be examined by an adminis

trative patelltjud.ge, •. ' .... '. . .' .'
•(B) If the affidavits or declarations fail to estab

lish that applicant wo~ld J?~imafacie be entitled to a
judgment relative to thepatentee, .an order wiII be
issued concurrently with the ~otice of interference,
requiring applicant to show cause why summary judg
ment should not be entered against the applicant.

(C) Additional evidence in response to such order
wiII not be considered unless justified by a showing
underthe provisions of37 CPR 1.6l7(b). If the appli
cantresponds.trhe applicant must servethe patentee
and any other opponents with a copy of the original
showing under 31 CFR 1.608(b)and ofthe response,
and they willbe entitled to present their views with
respect thereto (37 CFR 1.617(d».

(D) All affidayits or declarations sub\Ilitted must
describe acts which the affiantsiperformed or
observed, or circumstances observed, such. as struc
ture usedand results of use Or test, except ona proper,
showing as provided in37 CPR 1.608(lJ). Statements
of conclusion, forexample, that the invention. of the
counts was redu~edtopractice, are generally consid
ered to be not acceptable. It should also be kept in
mind that documentary exhibits which. are .not self
authenticated must be authenticated and discussed
with particularity by an affiant having direct knowl
edge of the matters involved. However, it is not neces
sary that the exact date pf sorcepti~norreductionto
practice be revealed in the' affidavits, declarations, or
exhibits if the affidavits or declarations aver observa
tion of the necessary acts and facts, including docu
mentation when available; before the' patentee's
effective filing date. On the other hand, where reli
anceis placed upon diligence, the affidavits or.decla
rations and documentation. should be precise as to
dates from a date just prior to patentee's effective.fil
ing date. The showing should relate to the essential
factors in the determination of the question ofpriority
of invention as setout in 35 U.S.C. 102(g).

(E) The explanation required by 37 CPR 1.608(b)
should be in the nature of a briefor of explanatory
remarks accompanying an amendment. The explana-

tion should set forth the manner in which the require
ments of the counts are satisfied and how the
requirements for conception, reduction to practice, or
diligence are met, or otherwise explain the basis on
which the applicant is prima facie entitled to a judg
ment.

(F) Published decisions of the 'Court of Appeals
for the FederalCircuit, Court of Customs and Patent
Appeals' and the' Board of Patent Interferences Con
cerning the quantum of proof required by an applicant
to make-out aprimafacie showing entitling the appli
cant to an award of priority withrespect to the filing
date ofapatentso as to allow the interference to pro
ceed, 37 CFR 1.617(a), second sentence, include
Schendel v. Curtis, 83f.3d 1399,38 USPQ2d 1743
(Fed. Cir. 1996); Hahn v. Wong, 892 F.2d 1028,
13 USPQ2d1313 (Fed. Cir. 1989); Wetmore v: Quick,
536 F.2d937, 190 USPQ 223 (CCPA 1976); Galata v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Schwab v. Pittman, 451 F.2d 637, 172 USPQ 69
(CCPA 1971); Kistler v. WeZ,er, 412 F.2d 280, 162
USPQ2l4 (CCPA 1969); Azar v. Burns, 188 USPQ
601 (Bd.. Pat. Int. 1975); Horvitz v. Pritchard,
182 USPQ 505 (Bd. Pat. Int. 1974); and Murphy v.
Eiseman, l66.lJSPQ 149 (Bd. Pat.Int, 1970).

As noted above, the evaluation Of a shO\ving under
37 CFR 1.608(b) is made by an administrative patent
judge. However, when. a showing under 37 CFR
1.608(b) is filed, the examiner must inspect it to deter
mine whether the applicant is relying upon
prior invention or unpatentability as a basis for the
showing. Ifthe applicant alleges prior invention, the
examiner should merely determine that (A) at least
one date prior to the effective filing date ofthe patent
is alleged and (B) the showing contains at least one
affidavit or declaration by a corroborating witness,
i.e., by someone other than a named inventor. If these
conditions are met the examiner should proceed to
propose the intertercnce.as described in MPEP §
2309. If the showing is based on alleged unpatentabil
ity of the patent claim or claims, the examiner should
determine whether any ground of unpatentability
alleged is such that it would also apply to the appli
cant; for example, if the applicant alleges that the
claims of the patent are statutorily barred by a refer
ence which would also bea barto the applicant. If the
examiner finds that an alleged ground ofunpatentabil
ity would also apply to the applicant, the interference
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-If a word processing program is used to generate
a "Sequence Listing," hard page break controls
should not be used and margins should be adjusted to
the smallest setting;

-Word processing files should not be submitted to
the Office; the Sequence Listing generated by a word
processing file should be saved as an ASCII text file
for submission. Most word processing programs pro
vide this feature.

-Statements in accordance with 37 CPR 1.821(f),
(g), (h) and 37 CPR 1.825 and proper labeling in
accordance with 37 CFR 1.824(a)(6) should be noted.
Sample statements to support filings and submissions
in accordance with 37 CPR 1.821 through 1.825 are
provided in MPEP § 2428 Sample Statements.

-Use Box SEQUENCE.

-Three and a half inch disks are less.fragile than
five and a quarter inch disks.

-On nucleotide sequences, since only single
strands may be depicted in the "Sequence Listing,"
show strands in 5' to 3' direction.

-The single stranded nucleotide depicted in the
"Sequence Listing" may represent a strand of a nucle
otide sequence that may be single or double stranded
which may be, further, linear or circular. An amino
acid sequence or peptide may be linear or circular. In
some instances, a sequence may be both single
stranded and double stranded and/or both linear and
circular. The response "not relevant" is also an accept"
able response for both "Strandedness" and "Topol
ogy."

----,NumeriCidentifiers "<140>, Current Application
Number," "<141>, Current Filing Date," "<150>,
Prior Application Number," and "<151>, Prior Appli
cation Filing Date," should appear in the "Sequence
Listing" in all cases. If the information about the cur
rent application is not known or is unavailable at the
time of completing the Sequence Listing, then the
lines following numeric identifiers <140> and <141>
should be left blank. This would normally be the case
when the "Sequence Listing" is included in a newly
filed application. Similarly, if information regarding
prior applications is inapplicable, or not known at the
time of completing the "Sequence Listing" but will be
later filed, then the numeric identifiers <150> and
<151> should appear with the line following the
numeric identifiers left blank.

-Ifyou receive a Notice to Comply that should not
have been sent to you, send a letter in the form of a
request for reconsideration of the notice to the organi
zation sending the notice.

-There are a limited number of mandatory items
of information. They are identified in MPEP
§ 2424.02 Sequence Listing Numeric Identifiers.

-Figures can be used to convey information not
readily conveyed by the Sequence Listing. The exclu
sive conformance requirement of 37 CFR 1.821(b)
will be relaxed for drawing figures. However, the
sequence information so conveyed must still be
included in a "Sequence Listing" and the sequence
identifier ("SEQ ID NO:X") must be used, either in
the drawing or in the "BriefDescription of the Draw
ings."

-Extra copies of computer readable forms should
not be sent to examiners.

-Inosine may be represented by the use of "I" in
the features section, 'otherwise use "n."

-Stop codons, represented by an asterisk, are not
permitted in amino acid sequences.

-Punctuation should not be used in a sequence to
indicate unknown nucleotide bases or amino acid resi
dues nor should punctuation be used to delimit active
or functional regions of a sequence. These regions
should be noted as Features of the sequence per
37 CFR 1.823(b) (see numeric identifiers <220> 
<223>.

-The presence of all unnatural amino acid in a
sequence does not have the same effect as the pres
ence of a D-amino acid. The sequence may still be
subject to the rules even though one or more of the
amino acids is not naturally occurring.

-Cyclic and branched peptides are causing some
confusion in the application of the rules. Specific
questions should be directed to Group 1650 person
nel.
~A cyclic peptide with a tail is regarded as a

branched sequence, and thereby exempt from the
rules, if all. bonds adjacent to the amino acid from
which the tail emanates are normal peptide bonds.

-Sequences that have variable-length regions
depicted as, for example, Ala Ala Leu Leu (Xaa Xaaj.,
Ile Pro where n=0-234 or agccttgggacamnnnnj.jgtcatt
where m=0-354 or Ser Met Ala Xaa Ser where Xaa
could be I, 2, 3, 4 and/or 5 amino acids must still
comply with the Sequence Rules. The method to use

2400-55 August 2001



INTERFERENCE PROCEEDINGS 2308

It is anticipated that patentees may make inquiries
as to the status of the application after the first notifi
cation has been received. Since the 'Iechonology Cen
ter (TC) having responsibility for the application will
be indicated on the letter and the letterwill not con
tainany information pertaining to that application, it
will be necessary for each TC to establish and main
tain Some type Ofpermanent record. The type of per
manent record is left' to the discretion of the TC
Director. This permanent record must be independent
of the application file and the patented file in order to
provide adequate informatiort for patentee inquiries
relative to nonreceipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the United States Patent
and Trademark Office. Additionally, the permanent
record must associate the appropriate patent number
and the application number. This record could be a
separateTC file for 37 CPR 1.607(d) notices sent to
patentees having appropriate identification of the
patent and application.

In summary, a 37 CFR 1.607(d) notice (Form Para
graph 23.20) is prepared by a person in the.TC having
jurisdiction over the application attempting to pro
voke an interference with a patent. The original is
placed of record in the patented file, one copy is sent
to the patentee, and an entry is made in the permanent
TC record for 37 CPR 1.607(d) notices.

If a final decision is made that nointerference will
be declared, a primary examiner will prepare and sign
a 37 CFR 1.607(d) notice (Form Paragraph 23.21).
The original of this notice is entered of record in the
patented. file, one copy is sent to the patentee, and
another entry is made in the permanent record for
37CFR 1.607(d) notices. If an interference is to be
instituted, the declaration of interference notice will
be sent by an administrative patent judge and no addi
tional form will be sent by the examiner.

Although the permanent.recor4 for 37 CFR
1.607(d) notices includes identification both o.fthe
patent and application, the patentee cannot and
should not be given any information concerning
the. party or application attempting to Provoke an
interference unless and until an interference is
declared. 35 U .S.C. 122.

2308 Interference Between an
Application and a Patent;
Prima Facie Showing by
Applicant

37 CFR 1.608. Interference between an application and a
patent; prima facie showing by applicant.

(a) .WIlen the effective filing date of an application is three
months .. or less after the effective filing date of a patent, before Ill1
interfer€mce will be declared, either the applicant or the appli
cant's attorney or agent of record shall file a statement alleging
that there is a" basis upon which the applicant is entitled to a judg
ment relative to the patentee.

(b) When the effective filing date of an application is more
than three months after the effective .filing .date of a patent; the
applicant.before. an interference ... will be declared, shall file evi
dence which may consist of patents or printed publications, other
documents, and one' or more affidavits which demonstrate that
applicant is primafacie entitled to a judgment relative to the pat
entee and an explanation stating with particularity the basis upon
which the applicant is prima facie entitled to the judgment. Where
the basis upon which an applicant is entitled to judgment relative
to a patentee is priority of invention, the evidence shall include
affidavits by the applicant, if possible, arid- one or more corrobo
rating witnesses,'supported by documentary evidence, if available,
eachsettingout a factual description of acts and circumstances
performed of observed by the affiant, which collectively would
prima jacieentitle the applicant to judgment on priority with
respect tothe effective filing date of the parent.To facilitate prep
aratian of a record (§ 1.653(g) for final hearing, an applicant
should file affidavits on paper which is 21.8 by 27.9 ern. (8 1/2 x
11 inches). The significance of any printed publication or other
document which is self-authenticating within the meaning of Rule
902 of the Federal Rules of Evidence or § 1.67t(d) and any patent
shall be discussed in-an affidavit or the explanation. Any printed
publication ,or other .. doctllTIent whic~, is not self-authenticating
shall be authenticated and discussed with particularity in an affi
davit. Upon ashowing of good cause, an affidaVIt may be based
on 'information and belief; Ifan' examiner. finds an application to
be in condition for declaration of an interference, the examiner
will considerthe evidence and explanation only to the extent of
determining whether a basis upon which the application would be
entitled to a judgment relative to the patentee is alleged and, if a
basis is alleged, an interference may be declared.

Under 37 CFR 1.608, an applicant seeking to pro
voke an interference with a patent is required to sub
mit.evidence which demonstrates that the applicant is
primafacie entitled to a judgment relative to the pat
entee.: Evidence mnst be submitted when the effective
filing date of the application is more than 3 months
after the effective filing date of the patent. The evi
dence may relate to patentability and need not be
restricted to priority; but if the evidence shows that
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PatentIn 2.1 and looks and feels more like other Win
dows-based programs. Unlike PatentIn 2.1, projects
are portable from one computer to another provided
PatentIn 3.0 is installed. From a programming view
point, the advantages include that the overall lines of
code have been reduced to 25 percent of that required
by PatentIn 2.1, maintenance of the code is easier
since it is written in Visual c++ and it is easier to
modify the code.

In March of 200I PatentIn 3.1 was released. This
newest version builds on the success of PatentIn 3.0
and expands its capabilities. One difference is that the
capability to import a single sequence from a single
file without a header has been added. The definition
of variable characters has beeu enhanced in PatentIu
3.1. If the nucleotide sequence has the variable "n"
and the CDS feature is selected, PatentIn 3.1 will cal
culate the position of the necessary Xaa in the supple
mental protein sequence and provide the definition
automatically based on the codon in which the "n"
appears.

PatentIn version 3.1, and the companion User's
Mauual, are available on the Office World Wide Web
site (www.uspto.gov) for free downloading. Copies of
both the program and the user mauual may also be
purchased from the Office on 3 II2-inch floppy dis
kette or compact disc. Patentin 3.1 operates in a Win
dows 95/98INT/2000 environment and has similar
space, memory and system requirements as those for
PatentIn version 3.0. A minimum of 64 MB of mem
ory is recommended for smaller projects. Otherwise

128 MB is recommended. Even more additional
memory may be required for larger sequence listings.
The disk space required to install Patentin 3.0 is 1.6
ME. Additional disk space is required to store project
files and sequence listing files.

See MPEP § 1730 for additional information
regarding ordering and using Patentin.

While use of the PatentIn program is not required
for compliance with the sequence rules, its use is
highly recommended as Office experience has shown
that submissions developed with Patentln are far less
likely to include errors than those developed without
the program. The many automatic features of the Pat
entin program also greatly ease the generation of
Sequence Listings when compared to generating them
by hand in a word processing environment. This is
especially true for Sequence Listings that inclnde
many sequences andlor sequences having great
lengths.

The Office provides hands-on training in the use of
the Patentin and associated utilities programs. The
classes are held in Washington D.C. as demand war
rants. In addition, on site training may be arranged at
locations outside Washington, D.C. To express inter
est in such classes, please contact the Search and
Information Resources Administration.

2431 Sample Sequence Listing

A sample "Sequence Listing" is included below.
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INTERFERENCE PIWCEEDINGS ' 2307.05

AFTERNOTICE OF ALLOWANCE

Wh~n an aIllendment which includ~~on~pr Illore
claims presented to provoke au inteJfer~nce with a
patent is received after the Notice of Allowance aud
the examiner finds one or more of the claims patent
able to the applicantand an.interference to exist, the
examiner should prepare a letter, requesting that the
application be withdrawn from issue for the purpose
of interference. 'Th~slelter, whichshould designatethe
claims to be involved, together with the file an?, the
proposed amendments, should be sent to the TC
Director, . ,

When an amendment which includes one or more
claims presented, to provoke an interference with a
patent is received after Notice of Allowance, and the
examiner finds basis for refusing the interference 'on
any ground, the examiner should make au oral report
to the supervisory patent examiner of the reasons for
refusing the requested interference. N?tificatio~to

applicaut is made on Form PTOL-271 ifthe entire
amendment or a portion of the amendment \iiiduding
all the presented claims) is refused. Form Paragraph
23.01 should be employed to express the adverse rec
ommeudation as to the entry of the presented claims.

'If 23.0r Entry ofClaims Disapproved
Entry of claim [11 disapproved because [21 This application

will not be wtrhdrawnfrom issue,

Examiner Note:
In bracket 2, insert brief statement of basic reasons for disap

proval. See MPEP § 2307.03.

2307.04 Presentation ofClaims for
Interference With a Patent
Involved in a Reexamination
Proceeding

An interference will not be proposed for a patent
which is involved in a reexamination proceeding
except upon specific authorization from the Office of
the Deputy Commissioner for Patent Examination
Policy. Claims which would interfere with the patent
may be rejected on auy applicable ground-including,
if appropriate, theprior art cited in the reexamination
proceeding. See MPEP § ,2307.02. Prosecution-of the
application should continue as far as possible, but if
the application is placed in condition for allowance
aud still contains claims which interfere with the

patent under reexamination.vfurther action on the
application should be suspended until the reexamina
tionproceeding isterminated. .See MPEP § 2284.,

rForm paragraph23.16 may be used to notify.appli
cant that the prosecution of the application 'issus
pended •until 'the feexalllinatio~,proCeedin~ of ihe
patentwith the conflicting claims is terminated.

'If 23.16 Patent Claims UndergoingReexamination
This ~pplic~ti<)n,cQ.ntains51Ilims wlrich9011flict 'Yithtpe'fl~ims

o~ tJ.~~ ,Patent No.",P]t~OW' involved i,ll a,r~,x,~natiorl pr9t.~ep7

ing. " , ,.,,-,:;;,':., _,_" :'-.'"."" """"'" ,,' '" "".-,c,'_,,·
Prosecution iIi'tlifs application' i~ SUSPENDED- until t~rnun~-

tion of the reexamination proceeding. "

Applicant should inquire as to the status of this application SIX
MONTHS from the date of this letter.

Examiner Note;
Thisparagraph 'should' 'only be 'used when 'the application

otherwise in condition for allowance.

2307.05'COrfeSp()hdin~fPal:ent
qaims Not Id.entiti~d.

37FFR 1.607(c)requiresthllt "[wjhen anll~plicaI1t
ptes~nts a9l~illlwhichcorresponds exactly or sub
stantially to a claim of a patent, the applicant shall
identify the patentandthe number ofthe Patent claim,
unlesstheclaim is presented-in response toa sugges
tieribytheexaminer,"

This requirement of.37CFR 1.607(c) applies to
claims.presentedin an application at the time of filing
as well as to claims presented in au amendment to a
pending application. If au applicant, attorney, or agent
presenrsaclaim•corresponding. exactly or substan
tially toa p~te,nt claim witho\!\ C0tnplying with
37 CFR 1.607(b), the examiner may be led into mak
ing an actiortdifferent from what would have been
made had the examiner been in possession of all the
facts.. Therefore, failure to comply with; 37 CFR
1.607, when presenting a claim corresponding to a
patent claim.. may result in theissuanceof a require
rnent for information as to. why an identification of the
sourceof theclaim was not made. Also see.37 CFR
1O.23(c)(7).· ..

The examiner should require the applicant to sup
ply a full identification ofthe copied patent Claimsby
using Form Paragraph 23.11.

7{23.lJ Failure ToidentifySource o/Patent Claims
Claim [11 of this application [21 apparently been copied from a

U.S.'patentwithoutbeingsuggesied by-the examiner. The patent
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age ttg tct ttc aaa tgg cct gga ttt tgt ttg tttgtt tgtt~gctc

ser Leu Ser Phe Lys Trp Pro G1y Phe CysLeu Phe Val
10 15

<210> 2
<211> 18
<212> PRT
<213> Paramecium aurelia

<400> 2

Met Val Ser Met Phe Ser Leu Ser Phe Lys Trp Pro Gly Phe Cys Leu
1 5 10 15

Phe Val

403

2435

2434 Examination of Patent Applications
Claiming Large Numbers of
Nucleotide Sequences

The U.S. Patent and Trademark Office published its
policy for the examination of patent applications .that
claim large numbers of nucleotide sequences in the
Official Gazette, 1192 0.0. 68 (November 19, 1996).
Nucleotide sequences encoding different proteins are
structurally distinct chemical c?l)lpounds}nd are
unrelated to one another. These sequences are thus
deemed to normally constitute independent and dis
tinct inventions within the meaning of 35 U.S.C. 121.
Absent evidence to the contrary, each such nucleotide
sequence is presumed to represent an independent and
distinct invention, subject to a restriction requirement
pursuant to 35 U.S.c. 121 and 37 CPR 1.141. In
establishing the new policy, the Commissioner has
partially waived the requirements of 37 CFR 1.141
and will permit a reasonable number of such nucle
otide sequences to be claimed in a single application.
Under this policy, in most cases, up to 10 independent
and distinct nucleotide sequences will be examined in
a single application without restriction. Those
sequences which are patentably indistinct from the
sequences selected by the applicant will also be exam
ined. Nucleotide sequences encoding the same protein
are not considered to be independent and distinct and
will continue to be examined together. In some excep
tional cases, the complex nature of the claimed mate-

rial may necessitate that the reasonable number of
sequences to be selected be less than 10. In other
cases, applicants may petition pursuant to 37 CFR
1.181 for examination of additional nucleotide
sequences by providing evidence that the different
nucleotide sequences do not cover independent and
distinct inventions.Porcxamples of typical nucleotide
sequence claims and additional information on the
search and examination procednres, see the above
cited 0.0. Notice. See also MPEP § 803.04.

2435 Publishing of Patents and Patent
Application Publications with
Lengthy Sequence Listings

Due to the high cost and limited usefulness of the
printed paper or composed electronic image versions
of nucleotide and/or amino acid sequences, if the
"Sequence Listing" portion is lengthy (i.e., at least
600 Kb (about 300 typed pages)), it will no longer be
printed with the paper and composed electronic image
(page image) versions of patents and patent applica
tion publications. The "Sequence Listing" will
only be published in electronic form and will
be available on the USPTO sequence homepage
(http://seqdata.uspto.gov) as an ASCII text file.

Neither the paper copies of patents and patent
application publications that are in the search rooms
nor those sold through the Office of Public Records,
Certification Division, will include a sequence listing
if the sequence listing is not included in the composed
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Applicant has' failed to specifically apply each limitation or
elementof-each of the copied claimfsj.ro.thedisclosure of the
application.

Applicant is given ONE MONTH or THIRTY DAYS, which
everis long~r, to specifically. apply.each limitation or element of
each of the copied claim(s) to thedisclosure of the application.
THE PROVISIONS OF 37 CPR 1.136 DO NOT APPLY TO
THE TIME SPBCIF1EDIN THIS ACTION.

2307.01 Presentation of Claims
Corresponding to Patent
Claims Nota Reply to .
Last Office Action

Thepresentation of claims corresponding to claims
of a patent when not suggested by the Office does not
constitute a reply to the last Office action unless the
last Office acti9n relied solely on. the patent for the
rejection of all the claims rejected in that action.

2307.02 Rejection of <:;laiIns
Corresponding to
Patent Claims

When claims corresponding to claims of a patent
are presented, the .application is taken up at once and
the examiner must determine whether the presented
claims are unpatentable' to the .applicant on any
ground(s), e.g., under 35 U.S.c. 102, 35 U.S.C. 103,
35U.S,C. 112, 35 U.S.C. 135(b), double patenting,
etc. Ifat leastone of the presented claims is not reject
able on any. such ground and is claiming the same
invention as at least one claim of the patent, the exam'
iner should proceed to propose an interference.

If all of the claims presented are rejectable on any
grounds, they should. be so rejected. The ground of
rejection of the claims presented may or may not be
one which would also be applicable to the corre
sponding claims in the patent. If the ground of rejec-.
tion is also.applicable to the corresponding claims in
the patent, any letter including the rejection must have
the approval of the TC Director. See MPEP§1003.
Examples of grounds of rejection which would not
also be applicable to the patent are double patenting,
insufficient disclosure in the application, a reference
whose date is junior to that of the patent, or. a 'bar
under 35 U.S.C. 135(b) (seeMPEP§ 2307).

The. examiner should not proceed to propose an
interference wheretheexarniner is aware of a refer
ence or other ground of unpatentability for the appli-

cation claims which correspond to the patent claims,
even if the ground of unpatentability would also be
applicable to the patent claims. Although an applicant
may wish to .have his or her application placed in
interference with a patent in order to raise a ground of
unpatentabilityagainst the patent claims, an interfer
ence will not be proposed unless atleast one.of the
claims in the application corresponding to the claims
of the patent is allowable.

If the patent has a filing date earlier than the appli
cation effective filing date; see MPEJ> §2308.0I.

37 CFR 1.607(b) requires that "[w]hen an applicant
seeks aninterference with apatent, examination of the
application, including any appeal to. the Board, shall
be conducted with special dispatch within the Patent
and Trademark Office." Therefore, wheri all the
claimspresented are rejected the examiner sets a time
limit for reply, not less than 30 days, and all subse
quentnctions, including .action of the Board on
appeal, are special. Failure by the applicant to reply or
appeal within the time limit, will, in the absence of a
satisfactory showing, be deemed a disclaimer of the
invention claimed.

While the time limit for an appeal from the final
rejection of a claim corresponding to a patent claim is
usually set under the provisions of 37 CFR 1.607(b),
where the remainder of the application is ready for
final action, it may be advisable to set a shortened
statutory period for the entire application in accor
dance with 37 CFR 1.134.

There is an important distinction between a limited
time for reply under 37 CFR 1.607(b) and a shortened
statutory period under 37 CFR 1.134. The perialty
resulting from failure to reply within the time limit
under 37 CFR 1.607(b) is loss of the claim or claims
involved, on the doctrine of disclaimer, and this is
appealable; while failure to reply within the set statu
tory period (37 CJ:'R 1.134)results inabandonment of
the entire application. This is not appealable.

The .rejection of claims presented for interference
with a patentsometimes creates a situation where two
different periods for reply are running against the
application - one, the statutory period dating from the
last full action On the application; the other, the lim
ited period set forthereply tothe rejection (either first
orfinal) of thepresented claim.s. This situation should
be avoided where possible, for example, by setting a
shortened 'period for the entire application, but where
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Maintenance Fee in Expired PatenH~Reinstate
Patent . .

Intervening Rights in ReinstatedPatents

as a,condition-of accepting payment of any' maintenance, fee after
the six-month grace period. If the. Director accepts payment of a
maintenance fee afterthe six-month grace period, th\P~tent shall
be considered as not having expired at th~"endofthegrace period.

(2) A patent, the term of which has been maintained as a
result of-the acceptance of a paymentof a maintenance fee 'under'
this: subsection; shall' not abridge or affect the. right of 'any person
or that -; person's: successors in business who made, purchased..
offered to sell.orused.anything protected by. the patent within the
United Statcs. or imported~~thing l'rot~teclby:th~ patent into
the United States after the 6-month "grace period but prior to the
acceptance of a maintenance fee under this subsection, to continue

the use of, to ?ff~r forsale; or to sell t() o~~rs,:to ?e used, offered
for sale; or sold, the specific thing so made.purchased, offered for
sale-used, or-imported; The court before which such matter is in
question may provide for the continued manufacture,' rise; offer
for sale, or sale of the thing made, purchased, offered for sale, or
used within. the United States, or imported into the United States,
as specified, or for .themanufacture. use, offer for sale, or salein
the United States of which substantial preparation was made after
the 6-month grace period but before the acceptance of a mainte
nance fee under this subsection; and thecourtmay also-provide
for thecontinued practice .of any process that is.practiced, ~r for
the practice of\1,'hich sUbstan~~ preparationwas ~ade, after the
6-month grace period butbeforethe acceptance of a maintenance
fee under this subsection, to the extent and under such terms 'as the
court deems equitable for the protection of investments made or
business: commenced after: the 6-month:grace :period .but before
the acceptance ofa maintenance fee under this subsection.

2501 Introduction

35 U.8£. 41. Patent fees; patent and trademark search
systems.

*****
(b) The Director shall charge thefollowingfees for main

taining in force all patents based-on applications filed on or after
December 12, 1980:

(1) 3 years and 6 months after grant, $830 [$850].
(2) 7 years and 6 months alter grant, $1,900 [$1,950].
(3) 11 years and 6 months after-grant, $2,910[$2,990].
Unless payment of the -applicable' maintenance -fee is

received in the Patent and Trademark Office on' orbefore the date
the fee 'is due or within a grace period of six months thereafter, the
patent will expire-as of the end of such grace period'. The Director

may requir~ the p~yme~t ofa surcharg~as a conditi()J:l of ~ccept

ing within such ti-month grace period tIle payment of an applica
ble maintenance fee. No fee may be established for maintaining a
design or plant patent in force:

(c)(l)The Director may accept the payment ofanymainte
nance fee required by subsection (b) of this section which is made
within twenty-four months after the six-month grace period if the
delay is shown to the .satisfaction. of the..Direct~r to, have. been
unintentional, or at any time after the six-month grace period if
the delay is shown to the satisfaction of the Director-to have been
unavoidable. The Director may require the payment-ofa surcharge

*****
Note: The fees in brackets. in 35,U.S.CO 41(b) as

reproduced above are the fees that went into effect
on October 1,2000. See 37 CFR 1.20(e)-(g) for the
current fee amounts.

Public Law 96-517, enacted December 12, 1980,
established the requirement to pay maintenance fees
for applications filed on or afterthatdate. The statu
tory provisions regarding maintenance fees have been
subsequentlyimodificd bYf'uiJlic' Law 97-247,
enacted AugustZ", 198:2;PublicL!jw98-622, enacted
November 8, 1984; Public Law 102-204, enacted
December 10, 1991; Public Law 102-444, enacted
October 23, 1992; Public Law 105-358, enacted
November 10,1998; and Public Law 106C113,

enacted November 29, 1999.

STATUS AND ENTITY DIVISION

The Status and Entity Division provides specialized
advice andguidance to the public on maintenance fee
matters.

The Status. and. Entity Division. determines the
proper status ofissued patents which are subject to
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tion. In order to avoid the.issuance of two patents to
the same patentable invention, the examiner should
take steps to propose an interference between the
application and the patent.

If the application contains at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may propose the
interference by proceeding as described in MPEP
§ 2309.

If the application discloses, but does not claim, an
invention claimed in the patent, the examiner should
suggest a claim or claims to.the applicant (see MPEP
§ 2305), and include a statement that failure of the
applicant to make the claim or claims will be taken as
a concession that the subject matter of the claim or
claims is the prior invention of another. Form Para
graphs 23.09 and 23.10 should be used for this pur
pose.

'If 23.09 Requirement To Copy Patent Claim
The following claim nnmber [II from U.S. Patent No. [21 is

suggested to applicant under 35 U.S.C.135(a) for the purposes of
aninterference:

[31
The suggested claim must be ,G()pied exactly, although other

claims may beproposed nnder 37 CPR 1.605(a).
Applicant is given ONE MONTHar THIRTYDAYS, which

ever is longer; from the mailing date of this communication to
copy-this patent claimcFailure to do'sowill be considereda con
cession that the subject matter of this claim is the prior invention
ofanoth~rnnder 35 U.S.CI02(g), and thus also prior art under
35 U.S.C. 103(a) (In re Oguie, 517 F.2d 1382, 186 USPQ 227
(CCPA 1975»: but Will Dot result in the abandonment of this
application. THE PROVISIONS OF 37 CPR 1.136 DO NOT
APPLY TO THE TIME SPECIFIED IN THIS ACTION.

Examiner Note:
1. In bracket 1, insert the number from the patent of the sug-
gested claim. -
2. In bracket 2; insert the number of the patent.
3. In bracket 3,insert a copy_~f the:patent claim.
4: .Only one claim from the pat~ntshouldbe sugg,ested forinter
ference unless other claims to a separate patentably distinct inven
tion are claimed in the patent and can be made by the applicant.
To suggest an additional claim, form paragraph Zd.fG'should fol
low this paragraph.
5. lfthe Office actio~addre~sesother issues.such as a rejection
of other claims, form paragraph 23.07 should be included at the
end of the Office action.

'If 23.10 Copying Additional Patent Claims for a Distinct
Invention

Claim number [II from U.S. Patent No. [21 is suggested under
35 U.S.C. 135(a) in addition to claim [31 of thepateut, suggested
above. The inventions defined by these patent claims are consid-

ered .to.vbe "separate patentable .inventionsvunder. 37 CPR
1.601(n) which could form the basis for plural counts in an inter
ference.

The .suggested claim, reproduced below, must be copied
exactly, although other claims may be proposed under 37 CPR
1.605(.).

[41
Applicant is given ONE MONTH or THIRTY DAYS, which

ever is longer, from the mailing date of this communication to
copy this additional patent claim.. Failure to do ·so will. be consid
ered a concession that the subjectmatter of this claim is the prior
invention.of another under 3SUS.C. ,102(g), and thus also prior
art under 35U,S.C, 103(.) (I~ re Oguie, 517 E2d 1382,186 USPQ
227 (CCPA 1975». THE PROVISIONS OF 37 CPR 1.136 DO
NOT APPLY TO THE TIME SPECIFIED IN THIS ACTION.

Examiner Note:
1. In bracket I, insert thenumber ofthe patent claim thatis pat
entablydistinct from the claim specified in form paragraph 23.09.
2. . This paragraph must follow form paragraph 23.09 and
should only be used in those rare instances where both the patent
and the applicationclaim distinct, interfering inventions.

2307 Applicant Requests Interference
With a Patent

37 CFR 1.607. Request byapplicant forinterference with
patent.

(a) Anapplicant may seek to have 'an interference declared
between an -application and an unexpired patent by;

(I). Identifying the patent,
(2) Presenting a proposed count,
(Sj Identifying at. least .one .claim in .the patent corre-

sponding to the proposed, count, .
(4)Presentingatleast one claim corresponding to the pro

posed count or identifying at least one claim already pending in its
application' that-corresponds. to' the proposed-count, and, if any
claim of the patent. or application identified 'as corresponding to
the proposed count; does not correspond exactly. to the proposed
count, explailling why each such. claim corresponds to the pro-
posed count, and .

(5) Applying the terms of any application claim,
(i) .Identified as' corresponding to the count, and
(ii) Not previously in the application to the disclosure

of the application.
(6) Explaining how the requirements 0135 U.S.c. 135(b)

are met, if theclaim presented or identified under paragraph (a)(4)
of this section was not present in the application until more than
one year after theissue dare ofthe patent.

(b) .When an applicant seeks ail interference with a patent,
examination of the application, including any appealto the Board,
shall be conducted .'. with special dispatch within the Patent and
Trademark Office. The examiner shall determine whether there is
interfering subject.matter claimed in the application and the patent
which is patentable to the.'applicant subject to a judgment in an
interference-If the examiner determines that there is any interfer
ing subject matter, an interference will be declared. If the' exam-
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(A) For an application not claiming benefit of an
earlier application, the actual United States filing date

of the application. , "'. ," .
(B) For an application claiming benefit of an ear

lier foreign application under 35 U.S.c. 119(a)-(d),
the actual United States filing date ofthe application.

(C) For a continuing (continuation, division, con
tinuation-in-partjapplication claiming the benefitofa
prior patent application under 35 U.S.c. '120, the
actual United States. filing dare.of the continuing
application. .

(D) Fora reissue application.iincluding a continu
ing reissue application claiming the benefit of a reis
sue application under 35 U.S.C. 1:20, the United States
filing date of theoriginal nonreissue application on
which the patent reissued is based.

(E) Foran international application that has
entered the .United States as a Designated Office
under 35 U.S.C. 371, the international filing date
granted under Article 11(1) .of the Patent Cooperation
Treaty which is considered to be the United States fil
ing date under 35 U.,s.C.363.

2506 Times forSubmitting
Maintenance Fee Payments

37 CFR 1.362(d) sets forth the time periods ",hen
the maintenance fees for. a utility patent can be paid
without surcharge. Those periods, referred togell~r
ally as the "window period,". are the 6-monthperiods
preceding each due date. The "due dates" are defined
in 35 U.S.C. 41(b). The window periods are (1) 3
years to 3 1/2 years after the date ofissue forthe first
maintenance fee pa)'lllent, (2) 7 }ears to 71/2 years
after the date of issue forthe second maintenance fee
payment, and (3) 11 years to 11 l/2years after the
date of issue .for the third and final maintenance fee
payment. A maintenance fee paid on the last day ofa
window period can be paid without surcharge. The
last day of a window period is the same day of the
month the patent was granted 3 years arid ,6 months, 7
years and 6 months, or Uyears and 6 months after
grant of the patent.

37 CFR 1.362(e) sets forth the-time periods when
the maintenance fees for autility patent can be paid
with surcharge. Those periods, referredto generally as
the "grace period," are the S-month periods.immedi
ately following each due date. The grace periods are
(1) 3 1/2 years and through the day of the 4thanniver-

sary of the grant of the patent, (2)7 112 years and
through the day of the 8th anniversaryofthegrantof
the patent and, (3) 11 112years and through the day of
the 12th anniversary of the grant of the patent. A
maintenance fee may be paid with the surcharge on
thesarne date (anniversary date) the patent was
granted in the 4th, 8th, or 12th year after grant to pre- .
vent the patent from expiring,

Maintenance fees for a reissue patellt are due based
upon the schedule established for the original utility
patent. The filing of a request for exparte .orinter
partes reexamination and/or the publication of a reex
amination certificate does not altertheschedule of
maintenance fee payments. of the original patent.

If the day for payillg a lllaintenance fee falls on a
Saturday, Sunday, or a Federal holiday withi~ the Dis,
trict of Columbia, the maintenance fee may be paid' on
the next succeeding day that is not a Saturday, Sun"
day, or Federal holiday. For example, if the window
periodfor paying amaintenance fee without a sur
charge ended o~a Saturday.Sunday, oraFeder~hol
idaY",ithinthe District ofColumbia, the mainte~ance

fee can bepaid without surcharge on the next suc~

ceedingday that is not a Saturday, Sunday, or a Fed
eral holiday within .the. District. of Columbia.
Likewise, if the grace period for paying a mainte
nance fee with a surcharge ended ona Saturday, Sun,
day, or a Federal holiday within the District of
Columbia,..the maintenance fee can be paid with sur
charge on the next succeeding day that is not a Satur
day, Sunday, or, a Federal holiday within the District
of. Columbia.• In.the latter situation, the failureto
pay the maintenance fee and surcharge.on the next
succeeding day thatis not a Saturday, Sunday, or a
Federal holiday, within the District. of Columbia,will
result in the patent expiring on a date (4,8, or J2 years
afterthe date of grant) earlierthanthe last date on
whichthe maintenancefee andsurcharge could be
paid, This. situation results from the provisions of
35U.,s.C.21, but those provisions do not extend
the expiration date of the patent if the maintenance
fee and any required surcharge are not paid
when required. For example, if the grace period for
paying a maintenance.fee with asurcharge:ended Ona
Saturday, the maintenance fee and surcharge could be
paid on the nextsucceedingbusiness day, e.g.iMon
day; but the patent will have expired at midnight on
Saturday-if the maintenance' fee and surcharge were
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INTERF'ERENCEPROCEEDINGS 2306

"When the examiner suggests one or more claims for
the purpose of 'interference with an application in
issue to an applicant whose application is pending
before him or her, the application in issue will not be
withdrawn: for the' purpose of interference unless the
suggested claims are presentedin the.pendingapplica
tion withintbe.ttmespecified by the examiner. The
letter suggesting claims should be submitted to the TC
Director for approval.

In either of the above cases, the Office of Patent
Publication should be notified when the claims "are
suggested; so that in case the issue fee is paid during
the time in which the suggested claims may' be pre
sented, proper steps may be taken to ,prevent the issue
fee from being applied.

"Theexaminershould borrow the allowedapplica
tion from the Office of Patent Publication and hold the
file until the clainis are presented or tile time limit
expires. This avoids any possible issuance of the
application as a,patent should the issue fee be paid.
To further ensure against issuance of the application,
the examiner may, pencil in the blankspace labeled,
"Date paid" in the lower right-hand cOffipr of the face
of the .Iilewrapper, the .initialed request:~'Defer for
interference." The issue feeis not applied to .such an
application until ,th" following procedureIs carried
out.

When notified that theissue fee has-been received,
the examiner shall prepare a memo.to the Office .of
Patent Publication requesting that issue of the patent
be deferred for a period of3-months due topossible
interference. This allows a period of 2 months to com
plete any actionneeded, Atthe end of this 2-11I()llth
period, the, applicationmust ,either be rele~s~d to the
Office of Patent Publication or be withdrawn from
issue.

When anapplication is.foundclaiming an invention
for which claimsare to be suggested to otherapplica
tions alreadyinvolved.in interference, to form another
interference, the TC Interference Practice Specialist,
after obtaining-the consent of the administrative
patent judge incharge of the interference; borrows the
last named applications from the Service Branch of
the Board ofPatent Appeals andInterferences. Incase
theapplicationis to be added to an existing interfere
ence,the examiner should consult with the Interfer
ence Practice Specialist in accordance: with MPEP
§ 2309. TheInterference Practice Specialist will con-

sult with the administrative patent judge in charge of
the interference. who will determine .the action to be
taken. Also, see MPEP,§ 2342 and §, 2364,0l.

Form paragraph 23.08 may be used to withdraw an
application from issne forconsiderationof a potential
interference based on suggested claims, FOrm par~c

graph 23.19 m~ybe used to notify ~pplicant that the
foreign priority claim has not been substantiated yet.

'][ 23.08 Suggestion ofClaims - Application in Issue
This application has been withdrawn from issue for consider

ationofapotential interference based on.the claims suggested in
this action., .

Examiner Note:
1, If a conflicting.application is in issue, it should be withdrawn
using form paragraph 10.01 prior to suggesting claims for .inter-
ference. ' ,

2. Either form paragraph 23.04 or 23.09 must be used in con
junction with this paragraph.

'][23.19 Foreign Priority Not Substantiated
Should applicant desire to:obtain the benefit of foreign pri()rity

under 35 U.S.C.1l9(a)-(d) prior to declaration of an interference,
a translation of the foreign application should be 'submitted under
37 CPR 1.55 in reply to this action.

Examiner Note:
;This :paragraph ' inay be used when 'claims are suggested to

applicant from.either an application ora' patent-and applicant-has a
claim, for priority,', but. has. not filed a, translation of the, priority
document.

2306 .··Interference Between-an
Application and a Patent

37 CFR 1.606. Interference between an application and a
patent; subjta matter ofthe interference.

Before an inrerferencels declared betweenan application .and
an .unexplred.patent; an .examiner .must determine that there is
i~terfering ,subjec,~,matterclaimed in.~e (ipplicationand the patent
which is patentable to the applicant subject to a judgment in the
interference.Theinterferingsubject matter will be defined by .one
or, more counts. Tile .application mustcontain; or be .amended to

contain, at least oneclaim that.. is patentable over the :pri~r:'<ll1 an~

C?rrespo~,ds to each coun_t~'The claim in ~e ap~lic~tionneednot
be, arid most often: will not be, identical to a claim-in the patent.
AU claims In.the application and patent-which define the, same
patentable invention as a count, shall be designated to correspond
to the count.

An interference may be declaredbetweenan appli
cation and a patent if theapPlication and patent ~re

claiming the same patentable invention, as defined in
37 CFR T.601(ri);and at least one of the applicant's
claims to that invention are patentable to the appli-
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