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CORRECTION OF PATENTS 1453

changes must be filed. The new sheets of drawings
must be filed with the amended figures being identi
fied as "amended" and with added figures identified
as "new" for each sheet that has changed. In the event
that a figure is canceled, the figure must be sur
rounded by brackets and identified as "Canceled." See
also MPEP § 1413 for a further discussion as to the
drawings.

Form paragraph 14.20.01 may be used to advise
applicant of the proper manner of making amend
ments in a reissue application.

Jl 14.20.01 Amendments To Reissue-37 CFR 1.173(b)
Applicant is notified that any subsequent amendment to the

specification and/or claims must comply with 37 CPR 1.173(b).

Examiner Note:
This form paragraph may be used in the first Office action to

advise applicant of the proper manner of making amendnients.

Form paragraph 14.21.01 may be used to notify
applicant that proposed amendments filed prior to
final rejection in the reissue application do not com
ply with 37CFR 1.173(b).

Jl 14.21.01 Improper Amendment To Reissue - 37 CFR
1.173(b)

The amendment filed [1] proposes amendments to [2] that do
not comply with 37 CPR Ll73(b), which sets forth the manner of
making amendments in reissue applications. A supplemental
paper correctly amending the reissue application is required.

A shorteried statutory period for reply to this .letter is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter.

Examiner Note:
This form paragraph may be used for any 37 CPR Ll73(b)

informality as to an amendment submitted in a reissue application
prior to final.rejection. After final rejection, applicant should be
informed that the amendment will not be entered in an Advisory
Office action.

Note that if an informal amendment is submitted
after final rejection, form paragraph 14.21.01 should
not be used. Rather, an advisory Office action should
be issued using Form PTO-303 indicating that the
amendment was not entered because it does not com
ply with 37 CFR 1.173(b), which sets forth the man
ner of making amendments in reissue applications.

ALL CHANGES ARE MADE VIs.A.VIS THE
PATENT TO BE REISSUED

When a reissue patent is printed, all underlined
matter is printed in italics and all brackets are printed

as inserted in the application, in order to show exactly
which additions and deletions have been made to the
patent being reissued. Therefore, all underlining and
bracketing in: the reissue application should be made
relative to the text of the patent, as follows. In accor
dance with 37 CFR 1.173(g), all amendments in the
reissue application must be made relative to (i.e., vis
a-vis) the patent specification in effect as of the date
of the filing of the reissue application. The patent
specification includes the claims and drawings. If
there was a prior change to the patent (made via a
prior concluded reexamination certificate, reissue of
the patent, certificate of correction, etc.), the first
amendment of the subject reissue application must be
made relative to the patent specification as changed
by the prior proceeding or other mechanism for
changing the patent. All amendments subsequent to
the first amendment must also be made relative to the
patent specification in effect as of the date of the filing
of the reissue application, and not relative to the prior
amendment.

The Subject Patent Already Has Underlining or
Bracketing

If the original (or previously changed) patent
includes a formula or equation already having under
lining or bracketing therein as part of the formula or
equation, any amendment of such formula or equation
should be made by bracketing the entire formula aud
rewriting and totally underlining the amended formula
in the re-presented paragraph of the specification or
rewritten claim in which the changed formula or
equation appears. Amendments of segments of a for
mula or equation should not be made. If the original
patent includes bracketing and underlining from an
earlier reexamination or reissue, double brackets and
double underlining should be used in the subject reis
sue application to identify and distinguish the present
changes being made. The subject reissue, when
printed, would include double brackets (indicating
deletions made in the subject reissue) and boldface
type (indicating material added in the subject reissue).

EXAMPLES OF PROPER AMENDMENTS

A substantial number of problems arise in the
Office because of improper submission of amend
ments in reissue applications. The following examples
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1453 MANUAL OF PATENT EXAMlNING PROCEDURE

are provided to assist in preparation of proper amend
ments to reissne applications.

Original Patent Description or Patent Claim
Amended

Example (1)
If it is desired to change the specification at col'
umn 4 line 23, to replace "is" with --are"-, submit a
copy of the entire paragraph of specification of the
patent being amended with underlining and brack
eting, and point out where the paragraph is located,
e.g.,

Replace the paragraph beginning at column 4, line 23

with the following:

Scanning, [is] are controlled' by' clocks which are, in tum,

controlled from the display tube line synchronization. The

signals resulting from scanning the scope of the character

are delivered in parallel, then converted into serial, mode

through a shift register wherein the shift signal frequency is

controlled by a clock that is, in turn, controlled from the dis

play tube line synchronization.

Example (2)
Por changes to the claims, one must submit a copy
of the entire patent claim with the amendments

. shown by underlining and bracketing, e.g.,

Amend claim 6 as follows:

Claim 6 (Amended). The apparatus of claim [5] j wherein

the' [first] second piezoelectric element is parallel' to the
[second] third piezoelectric element.

If the dependency of any original patent claim is to
be changed by amendment, it is proper to make
that original patent claim dependent upon a later
filed higher numbered claim.

Cancellation ofClaim(s)

Example (3)
To cancel an original patent claim, in writing,
direct cancellation of the patent claim,e.g.,

Cancel claim- 6.

Example (4)
To cancel a new claim (previously added in the
reissue), in writing, direct cancellation of the new
claim, e.g.,

Cancel claim 15.

Presentation ofNew Claims

Example (5)
Each new claim (i.e., a claim not found in the
patent, that is newly presented in the reissue appli
cation) should be presented with underlining
throughout the claim, e.g.,

Add claim 7 as follows:

Claim 7. The apparatus "of claim, 5 further comprising

electrodes attaching to said opposite faces of the fIrst and

second piezoelectric elements.

Even though original claims may have been can
celed, the numbering of the original claims does
not change. Accordingly, any added claims are
numbered beginning with the number next higher
than the number of claims in the original patent. If
new claims have been added to the reissue applica
tion which are later canceled prior to issuance of
the reissue patent, the examiner will renumber any
remaining new claims in numerical order to follow
the number of claims in the original patent.

Amendment ofNew Claims

An .amendment of a "new claim" (i.e., a claim not
found in the patent, that was previously presented in
the reissue application) must be done by presenting
the amended "new claim" containing the amendatory
material, and completely underlining the claim. The
presentation cannot contain any bracketing or other
indication of what was in the previous version of the
claim. This is because all changes in the reissue are
made vis-a-vis the original patent, and not in compari
son to the prior amendment. Although the presenta
tion of the amended claim does not contain any
indication of what is changed from the previous ver
sion of the claim, applicant must point out what is
changed in the "Remarks" portion of the amendment.
Also, per 37 CPR 1.173(c), each change made in the
claim must be accompanied by an explanation of the
support in the disclosure of the patent for the change.

Amendment of Original Patent Claims More Than
Once

The following illustrates proper claim amendment
oforiginal patent claims in reissue applications:
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A. Patent claim.
Claim I. A cutting means having a handle portion
and a blade portion.
B. Proper first amendment format.

Claim 1 (Amended). A [cutting means] knife hav
ing a bone handle portion and a notched blade por
tion.

C. Proper second amendment format.
Claim 1 (Twice Amended). A [cutting means]
knife having a handle portion and a serrated blade
portion.

Note that the second amendment must include the
changes previously presented In the first amendment,
i.e., [cutting means] knife, as well as the new changes
presented in the second amendment, i.e., serrated.

The word bone was presented in the first amend
ment and is now to be deleted in the second amend
ment. The word "bone" is .NOT to be shown in
brackets in the second amendment. Rather, the word
"bone" is simply omitted from the claim, since "bone"
never appeared in the patent. An explanation of the
deletion should appear in the remarks.

The word notched which was presented in the first
amendment is replaced by the word serrated in the
second amendment. The word notched is being
deleted in the second amendment and did not appear
in the patent; accordingly, "notched" is not shown in
any form in the claim. The word serrated is being
added in the second amendment, and accordingly
"serrated" is added to the claim and is underlined.

In the second amendment, the deletions of
"notched" and "bone" are not changes from the origi
nal patent claim text and therefore are not shown in
brackets in the second amendment. In both the first
and the second amendments, the entire claim is pre
sented only with the changes from the original patent
text.

1454 Appeal Brief

The requirements for an appeal brief are set forth in
37 CFR 1.192 and MPEP § 1206, and they apply to a
reissue application in the same manner that they apply
to a non-reissue application. There is, however, a dif
ference in practice as to presentation of the copy of
the claims in the appeal brief for a reissue application.
The claims on appeal presented in an appeal brief for
a reissue application should include all underlining
and bracketing necessary to reflect the changes made

to the patent claims during the prosecution of the reis
sue application. In addition, any new claims added in
the reissue application should be completely under
lined.

1455 Allowance and Issue

"BLUE SLIP"

In all reissue applications prepared for issue where
a blue slip is needed (i.e., 081 and earlier series), the
patent number of the original patent which is being
reissued should be placed in the box provided therefor
below the box for the applicant's name on the blue
Issue Classification Slip (form PTO-270) or design
Issue Classification Slip (form PTO-328). Otherwise,
the Issue Classification Slip is prepared in the same
manner as for a non-reissue application.

For 091 and later series applications, the patent
number of the original patent which is being reissued
should be placed on the face of the file wrapper above
the box "PREPARED AND APPROVED FOR
ISSUE" just after "(Exr. Initials)" in the line reading
"SURRENDER OF ORIGINAL
PATENT (Exr. Initials)."

CHANGES TO THE ORIGINAL PATENT

The specifications of reissue patents will be printed
in such a manner as to show the changes over the
original patent text by enclosing any material omitted
by the reissue in heavy brackets [ ] and printing mate
rial added by the reissue in italics. 37 CFR 1.173 (see
MPEP § 1411) requires the specification of a reissue
application to be presented in a specified form, specif
ically designed to facilitate this different manner of
printing, as well as for other reasons.

The printed reissue patent specification will carry
the following heading, which will be added by the
Publishing Division of the Office of Patent Publica
tion:

"Matter enclosed in heavy brackets [ ] appears in the orig
inal patent but forms no part of this reissue specification;
matter printed in italics indicates the additions made by
reissue."

The examiners should see that the specification is
in proper form for printing. Examiners should care
fully check the entry of all amendments to ensure that
the changes directed by applicant will be accurately
printed in any reissue patent that may ultimately issue.
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Matter appearing in the original patent which is omit
ted by reissue should be enclosed in brackets, while
matter added by reissue should be underlined.

Any material added by amendment in the reissue
application (as underlined text) which is later can
celed should be crossed through, and not bracketed.
Material cancelled from the original patent should be
enclosed in brackets, and not lined through.

All the claims of the original patent should appear
in the reissue patent, with canceled patent claims
being enclosed in brackets.

CLAIMNUMBERING

No renumbering of the original patent claims is per
mitted, even if the dependency of a dependent patent
claim is changed by reissue so that it is to be depen
dent on a subsequent higher numbered claim.

When a dependent claim in a reissue application
depends upon a claim which has been canceled, and
the dependent claim is not thereafter made dependent
UpOIl a pending claim, such a dependent claim must
be rewritten in independentform.

New claims added during the prosecution of the
reissue application should follow the number of the
highest numbered patent claim and should be com
pletely underlined to indicate they are tobe printed in
italics. Often, as a result of the prosecution and exam
ination, some new claims are canceled while other
new claims remain. When the reissue is allowed, any
claims remaining which are additional to the patent
claims (i.e., claims added via the reissue) should be
renumbered in sequence starting with the number next
higher than the number of claims in the original
patent. Therefore, the number of claims allowed will
not necessarily correspond to the number of the last
claim in the reissue application, as allowed.

CLAIMDESIGNATED FOR PRINTING

At least one claim of an allowable reissue applica
tion must be designated for printing in. the Official
Gazette. Whenever at least one claim has been
amended or added in the reissue, the claim (claims)
designated for printing must be (or include) a claim
which has been changed or added by the reissue. A
canceled claim is not to be designated as the claim for
the Official Gazette.

If there is no change in the claims of the allowable
reissue application (i.e., when they are the same as the

claims of the original patent) or, if the only change in
the claims is the cancellation of claims, then the most
representative pending allowed claim is designated
for printing in the Official Gazette.

PROVIDING PROPERFORMAT

Where a reissue application has not been prepared
in the above-indicated manner, the examiner may
obtain from the applicant a clean copy of the reissue
specification prepared in the indicated form, or a
proper submission of a previously improperly submit
ted amendment. However, if the deletions from the
original patent are small, the reissue application can
be prepared for issue by putting the bracketed inserts
at the appropriate places and suitably numbering the
addedclaims.

When applicant submits a clean copy of the reissue
specification, or a proper submission of a previous
improper amendment, a supplemental reissue declara
tion should not be provided to address this submis
sion, because the correction of format does not correct
a 35 U.S.C. 251 error in the patent.

PARENT APPLICATION DATA

All parent application data on the front face of the
original patent file wrapper should be placed on the
bibliographic data sheet reprint for 091 and later series
applications or. on the front face of the reissue file
wrapper for 081 and earlier series applications, if it is
still proper.

It sometimes happens that the reissue is a continua
tion of another reissue application, and there is also
original-patent parent application data. The examiner
should ensure that the parent application data on the
original patent is properly combined with the parent
application data of the reissue, in the text of the speci
fication and on the bibliographic data sheet reprint for
091 and later series applications or on the front face of
the reissue file wrapper for 081 and earlier series
applications. The combined statement as to parent
application data should be checked carefully for
proper bracketing and underlining.

REFERENCES CITEDAND PRINTED

The list of references to be printed in the reissue
patent should include both the references cited during
the original prosecution and the references cited dur
ing the prosecution of the reissue application. A
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patent cannot be reissued solely for the purpose of
adding citations of additional prior art.

EXAMINER'S AMENDMENT AND
SUPPLEMENTAL DECLARATION

When it is necessary to amend the reissue applica
tion in order to place the application in condition for
allowance, the examiner may:

(A) request that applicant provide the amend
ments (e.g., by facsimile transmission or by hand
carry); or

(B) make the amendments, with the applicant's
approval, by a formal examiner's amendment.

If the changes are made by a formal examiner's
amendment, the entire paragraph(s) or claim(s) being
amended need not be presented in rewritten form for
any deletions or additions. Changes to the specifica
tion including the claims of an application made by
the Office in an examiner's amendment may be made
by specific instructions to insert or delete subject mat
ter set forth in the examiner's amendment by identify
ing the precise point in the specification or the
claim(s) where the insertion or deletion is to be made.
37 CFR 1.121(g).

If it is necessary to amend a claim or the specifica
tion in order to correct an "error" nnder 35 U.S.C. 251
and thereby place the application in condition for
allowance, then a supplemental oath or. declaration
will be required. See MPEP § 1444. The examiner
should telephone applicant and request the supple
mental oath or declaration, which must be filed before
the application can be counted as an allowance.

FINAL REVIEW OF THE REISSUE
APPLICATION BY THE EXAMINER

Prior to forwarding a reissue application to the
Technology Center (TC) Special Program Examiner
(SPRE) for final review, the examiner should com
plete and initial an Examiner Review Checklist. A
copy of the checklist should be available from the
SPRE or from the Paralegal Specialist of the TC.

1456 Reissue Review

All reissue applications are monitored and
reviewed in the Technology Centers (TCs) by the
Office of TC Special Program Examiner (which
includes SPRE, paralegal or other technical support

who might be assigned as backup) at several stages
during the prosecution. In order to ensure that SPREs
are aware of the reissue applications in their TCs, a
pair of terminal-specific PALM flags have been cre
ated which must be set by the SPRE before certain
PALM transactions can be completed. First, whena
new reissue application enters the TC, a PALM flag
must be set at a SPRE PALM terminal before a dock
eting transaction will be accepted. By having to set
this first flag, the SPRE is made aware of the assign
ment of the reissue application to the TC and can take
steps, as may be appropriate, to instruct the examiner
on reissue-specific procedures before the examination
process begins, as well as throughout the period that
the examiner is handling the reissue application. Fur'
ther, a second PALM flag must be .set at a SPRE
PALM terminal before a Notice of Allowance can be
generated or the PALM transaction for an issue revi
sion can be entered, thereby ensuring that the SPRE is
made aware of when the reissue application is being
allowed so that the SPRE may be able to conduct a
final review of the reissue application, if appropriate.

When the reissue application has been reviewed
and is ready to be released to issue, the TC SPRE
should initial the face of the file wrapper, and forward
the reissue file to the Office of Patent Legal Adminis
tration (OPLA). Along with the reissue file, the file
forthe original patent should be forwarded to OPLA.

After leaving .the TC, all reissue applications go
through a screening process which is currently per
formed in OPLA. The screening process which
includes review of the reissue oath or deciaratioIl for
compliance with 37 CFR 1.175, review of the presen
tation and entry of reissue amendments for compli
ance with 37 CFR 1.173(b), and review of other
matters to ensure adherence to current reissue prac
tices. A patentability review is made in a sample of
reissue applications by the Office of Patent Quality
Review. The screening process and the patentability
review are appropriate vehicles for correcting errors,
identifying problem areas and recognizing trends,
providing information on the uniformity of practice,
and providing feedback to the TCs.

1460 Effect of Reissue

35 U.S.c. 252. Effect of reissue.
The surrender of the original patent shall take effect upon the

issue of the reissued patent,' and' every reissued patent shall have
the same effect and operation in law, on the trial of actions for
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causes thereafter ansmg, as if the same had been' originally
grantedin such amended form, but in.so far as the claims of the
original and reissued patents are substantially identical, such sur
render shall not affectany actionthenpendingnorabateanycause
of action then existing, and the reissued patent, to' the extent that
itsclaims' aresubstantially identicalwiththe original patent, shall
constitute a continuation thereof and have effect continuously
fromthe date; of the:originalpatent.

A reissued patent shall not .abridge or affect the right of any
person or that person's successors in business who, prior to the
grant~f a reissue,made, purchased, offered to sell, or used within
the United States, or imported into theUnited States, anything pat
entedby thereissuedpatent, to continuetheuse of, to offerto'sell;
at to-sellto others tobe 'used, offered for sale,or sold, thespecific
thing so made; purchased, offered -for -sale; used,-or_imported
unlessthe making, using,offering for sale,or selling ofsuch thing
infringes __ a valid claimof the reissued patent _which was in the
original patent.The C?urt beforewhichsuchma~ter is,in ~uestion
mayprovide for the continued manufacture, use, offerfor sale, or
sale of the-- thing: made, purchased, offered for sale;' used, or
imported as .specified, or for-the manufacture, -use, .offerforsale,
or sale in theUnited States of whichsubstantial preparation was
madebefore~e grant of the reissue, and thecourt may also pro-:
vide torthe,contin~ed practice of anyprocesspatentedby thereis
sue that is practiced, or for the practice of which substantial
preparationWas made, before the grant of the reissue, to theextent
andunder such terms as the court deemsequitable for the protec
tionof investments madeorbusiness commenced beforethe grant
of thereissue.

, The effect of the reissue of a patent is statedin 35
U.S.c. 252. With respect to the Office treatment of
the reissued patent, the reissued patent will be viewed
as if the Original patent had been originally granted in
theamended form provided by the reissue.

1470 Public Access of Reissue Applications

37 CFR 1.11(b) opens all reissue applications filed
afterMarch 1, 1977, to inspection by the general pub
lic. 37 CFR 1.11(b) also provides for announcement
of the, filings of reissue applications in the Official
Gazette (except for continued prosecution applica
tions filed under 37 CFR 1.53(d)). This announce
ment will give interested members of the public an
opportunity to submit to the examiner information
pertinent to patentability of the reissue application.

The filing of a continued prosecution application
under 37 CFR 1.53(d) of a reissue application will not
be announced in the Official Gazette.' Aithough the
filing of a continued prosecution application of a reis
sue application constitutes the filing of a reissue
application, the announcement of the filing of such
continued prosecution application would be redundant

in view of the announcement of the filing of the prior
reissue application in the Official Gazette.

37 CPR 1.11(b) is applicable Only tothose reissue
applications filed on or after March 1, 1977. Those
reissue applications previously on file will not be
automatically open to inspection but a liberal policy
will be followed in granting petitions for access to
such applications.

For those reissue applications filed on or after
March 1, 1977, the following procedure will be
observed:

(A) The filing of reissue, applications will be
announced in the Official Gazette (except for contin
ued prosecution applications filed under 37 CPR
1.53(d)) and will include certain identifying data as
specified in 37 CPR 1.11(b). Any member of the gen
eralpublic may request access to a particular reissue
application filed after March 1, 1977. Since no record
of such request is intended to be kept, an oral request
will suffice. In the File Information Unit (Record
Room), only the regular application chargecard need
be completed and submitted. The chargecard will not
be made part of a pending or abandoned reissue appli
cation;

(B) The pending reissue application files will be
maintained in the Technology Centers (TCs) and
inspection thereof will be supervised by TCperson
ne!. Although no general limit is placed on the amount
of time spent reviewing the files, the Office may
impose limitations, if necessary. No, access will be
permitted while the application is actively being pro
cessed;

(C) After a reissue application has left the TC for
administrative processing, requests for access should
be directed to the appropriate supervisory personnel in
the division or branch where the application is cur
rently located;

(D) A reissue application file is not available to
the public once the reissue application file has been
released arid forwarded by the TC for publication of
the reissue patent. This would include any reissue
application files which havebeen selected for a qual
ity review check at the Office of Patent Quality
Review. Unless prosecution is reopened pursuant to a
quality review check, the reissue application files are
not available to the public until the reissue patent
issues. This is because the reissue application file has
been put into a special format for printing purposes
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and public access at this stage would disrupt the pub
lication process;

(E) Requests for copies of papers in the reissue
application file. must be in writing addressed to Box
10, Commissioner of Patents and Trademarks, Wash
ington, DC 20231 and may be either mailed or deliv
ered to the Customer Service Window. The price for a
copy of an application as filed is set forth in 37 CFR
1.19(b)(I). Since no useful purpose is seen for retain
ing such written requests for copies of papers in reis
sue applications, the request(s) should be destroyed
after the order has been completed.

See also MPEP § 103.

1480 Certificates of Correction-.
Office Mistake

35 U.S. C. 254. Certificate of correction of Patent and
Trademark Office mistake.

Whenever amistake in a patent, incurred through the fault of
the Patent and Trademark Office, is clearly _disclosed by the
records of the Office, the Director may issue a certificate of cor
rection stating the fact and nature of such mistake, under seal,
without charge, to be recorded in the records of patents. A printed
copy. thereof shall be attached to each printed copy of the patent,
and such certificate shall be considered .as part of the original
patent. Every such patent, together with such certificate; shall
have the same, effect and operation in law on _the. trial of actions
for causes thereafter arising as if the same had been originally
issued in such corrected form. The Director may issue a corrected
patent without charge in lieu of and with like effect as a certificate
of correction.

37 CFR 1.322. Certificate ofcorrection of Office mistake.
(a)(l) The Commissioner may issue a certificate of correc

tion pursuant to 35 U.S~c. 254 to correct a mistake in a patent,
incurred through the fault of the Office, which mistake is clearly
disclosed in the records of.the Office:

(i) At the request of the patentee or the patentee's
assignee;

(ii) Acting sua sponte for mistakes that the Office dis-
covers; or

(iii) Acting on information about a mistake supplied by
a third party.

(2)(i)There is no. obligation on the Office to act on or
respond to a submission of information or request to issue a certif
icate of correction by a third party nnder paragraph (a)(l)(iii) of
this section.

(ii) Papers submitted by a third party under this. sec
tion will not be made of record in the file that they relate to nor be
retained by the Office.

(3) If the request relates to a patent involved in an inter
ference, the request must comply with the .requirements 'of this
section and be accompanied by a motion under §·1.635.

(4) The Office will not issue a certificate of correction
under this section without first. notifying the patentee (including
any assignee of record) at the correspondence address of record as
specified in § 1.33(a) and affording the patentee or an assignee an
opportnnity to be heard.

(b) If the nature of the mistake on the part of the Office is
such that a certificate of correction is deemed inappropriate in
form, the Commissioner may issue a corrected patent in lieu
thereof as a more appropriate form for certificate of correction,
without expense to the patentee.

Mistakes incurred through the fault of the Office
may be the subject of Certificates of Correction under
37 CFR 1.322. The Office, however, has discretion
under 35 U.S.c. 254 to decline to issue a Certificate
of Correction even though an Office mistake exists. If
Office mistakes are of such a nature that the meaning
intended is obvious from the context, the Office may
decline to issue a certificate and merely place the cor
respondence in the patented file, where it serves to
call attention to the matter in case any question as to it
subsequently arises. Such is the case, even where a
correction is requested by the patentee or patentee's
assignee.

In order to expedite all proper requests, a Certifi
cate of Correction should be requested only for errors
of consequence. Instead of a request for a Certificate
of Correction, letters making errors of record should
be utilized whenever possible.

THIRD J>ARTY INFORMATION ON MISTAKES
IN PATENT

Third parties do not have standing to demand that
the Office issue, or refuse to issue, a Certificate of
Correction. See Hallmark Cards, Inc. v. Lehman, 959
F. Supp. 539, 543-44, 42 USPQ2d 1!34, 1138 (D.D.C.
1997). 37 CFR 1.322(a)(2) makes it clear that third
parties do not have standing to demand that the Office
act on, respond to, issue, or refuse to issue a Certifi
cate of Correction. The Office is, however, cognizant
of the need for the public to have- correct information
about published patents and may therefore accept
information about mistakes in patents from third par
ties. 37 CPR 1.322(a)(I)(iii). Where appropriate, the
Office may issue certificates of correction based on
information supplied by third parties, whether or not
such information is accompanied by a specific request
for issuance of a Certificate of Correction.

While third parties are permitted to submit infor
mation about mistakes in patents which information

1400-63 August2001



1481 MANUAL OF PATENT EXAMINING PROCEDURE

will be reviewed, the Office need not act on that infor
mation nor deny any accompanying request for issu
ance of a Certificate of Correction. Accordingly, a fee
for submission of the information by a third party has
not been imposed. The Office may, however, choose
to issue a Certificate of Correction on its own initia
tive based on the information supplied by a third
party, if it desires to do so. Regardless of whether the
third party information is acted upon, the information
will not be made of record in the file that it relates to,
nor be retained by the Office. 37 CFR l.322(a)(2)(ii).

When such third party information (about mistakes
in patents) is received by the Office, the Office will
not correspond with third parties about the informa
tion they submitted either (1) to inform the third par
ties of whether it intends to issue a Certificate of
Correction, or (2) to issue a denial of any request for
issuance of a Certificate of Correction that may
accompany the information. The Office will confirm
to the party submitting such information that the
Office has in fact received the information if a
stamped, self-addressed post card has been submitted.
See MPEP § 503.

PUBLICATION IN THE OFFICIAL GAZETTE

Each issue of the Official Gazette (patents section)
numerically lists all United States patents having Cer
tificates of Correction. The list appears under the
heading "Certificates of Correction for the week of
(date)."

1481 Applicant's Mistake

35 u.s. C. 255. Certificate of correction of applicant's
mistake.

Whenever a mistake ofa clerical or typographical nature, or of
minor character, which was not the fault of the Patent and Trade
mark Office, appears in a patent and a showing has been made that
such mistake occurred in good faith, the Director may, upon pay
ment of the required fee, .issue a "certificate' of correction, if the
correction does not involve such changes in the patent as would
constitute new matter or, would require. reexamination. Such
patent, together with thecertificate.shall have the sameeffect and
operation in law on the trial of actions for causes thereafter arising
as if the same had been originally issued in such corrected form.

37 CFR 1.323. Certificate of correction of applicant's
mistake.

The Office may issue a certificate of correction under the con
ditions specified in 35 U:S.C. 255 at the request 'of the patentee or
the patentee's assignee, upon payment of the fee set forth in
§ -120(a). lithe request relates to a patent involved .in'an'interfer-

ence, the request must comply with the requirements of this 'sec
tion and be accompanied by a motion under § 1.635.

37 CFR 1.323 relates to the issuance of Certificates
of Correction for the correction of errors which were
not the fault of the Office. Mistakes in a patent which
are not correctable by Certificate of Correction may
be correctable via filing a reissue application (see
MPEP § 1401- § 1460).

In re Arnott, 19 USPQ2d 1049, 1052 (Comm'r Pat.
1991) specifies the criteria of 35 U.S.C. 255 (for a
Certificate of Correction) as follows:

Two separate statutory requirements must be met
before a Certificate of Correction' for an applicant's mis
take may issue. The first statutory requirement concerns
the nature; i.e., type, of the mistake for which a correction
is sought. The mistake must be:

(1) of a clerical nature,
(2) of a typographical nature, or
(3) a mistake of minor character.

The second statutory requirement c-oncerns the nature
of -the proposed correction. The correction must not
involve changes which would:

(1) -constitute new matter or
(2) require reexamination.

If the above criteria are not satisfied, then a Certificate
of Correction for an applicant's mistake will not issue,
and reissue must be employed as the vehicle to "cor
rect" the patent. Usually, any mistake affecting Claim
scope must be corrected by reissue.

A mistake is not considered to be of the "minor"
character required for the issuance of a Certificate of
Correction if the requested change would materially
affect the scope or meaning of the patent. See also
MPEP § 1412.04 as to correction of inventorship via
certificate of correction or reissue.

The fee for providing a correction of applicant's
mistake, other than inventorship, is set forth in 37
CFR 1.20(a). The fee for correction of inventorship in
a patent is set forth in 37 CFR 1.20(b).

CORRECTION OF ASSIGNEES' NAMES

The Issue Fee Transmittal Form portion (PTOL
85B) of the Notice of Allowance provides a space
(item 3) for assignment data which should be com
pleted in order to comply with 37 CFR 3.81. Unless
an assignee's name and address are identified in the
appropriate space for specifying the assignee, (i.e.,
item 3 of the Issue Fee Transmittal Form PTOL-85B),
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the patent will issue to the applicant. Assignment data
printed on the patent will be based solely on the infor
mation so supplied.

A request for a Certificate of Correction under 37
CFR 1.323 arising from incomplete or erroneous
assignee's name furnished in item 3 of PTOL-85B
will not be granted unless a petition under 37 CFR
1.183 has been granted. Any such petition under 37
CPR 1.183 should be directed to the Office of Peti
tions and should include:

(A) the petition fee required by 37 CPR 1.17(h);
(B) a request that 37 CPR 3.81(a) be waived to

permit the correct name of the assignee to be provided
after issuance of the patent;

(C) a statement that the failure to include the cor
rect assignee name on the PTOL-85B was inadvertent;
and

(D) a copy of the Notice of Recordation of
Assignment Document.

CORRECTION OF INVENTORS' NAMES

35 U.S.c. 256. Correction ofnamed inventor.
Wheneverthrough error a person is namedin an issued patent

as the inventor;or through error. an inventor is not named in an
issued patentandsuch error arosewithoutany deceptive intention
on his part, theDirector may, on application of all theparties and
assignees, with proof of the facts and such otherrequirements as
may be imposed, issue a certificatecorrecting such error.

The error of omitting inventorsor namingpersons who are not
inventors shall not invalidate the patent in which such. error
occurred if it can be corrected as provided in this section. The
court before which such matter is called in question may order
correction of the patent on notice and hearing of all parties con
cernedandtheDirector shall issue a certificate accordingly.

In requesting the Office to effectuate a court order
correcting inventorship in a patent pursuant to 35
U.S.c. 256, a copy of the court order and a Certificate
of Correction under 37 CFR 1.323 should be submit
ted to the Certificates of Corrections Branch.

37 CFR 1.324. Correction of inventorship in patent,
pursuant to 35 U.S. C. 256.

(a) Whenever through error a person is namedin an issued
patentas the inventor, or through error an inventoris notnamedin
an issued patentand such error arosewithoutany deceptive inten
tion on his or her part, the Commissionermay, on petition, or on
order of a court before which such matter is called in question,
issue a certificate naming only the actualinventoror inventors. A
petitionto correctinventorship of a patentinvolved in an interfer
ence must comply with the requirements of this section andmust
be accompanied by a motion under§.1.634.

(b) Any petition pnrsuant to paragraph (a) of this section
mustbe accompanied by:

(1) Where one or more persons are being added, a state
ment from each person who is being addedas an inventorthatthe
inventorship error occurred withoutany deceptive intentionon his
or herpart;

(2} A· statement from the current named inventors who
have not submitted a statement under paragraph (b)(t) of this sec
tion eitheragreeing to the change of inventorship or stating.that
they have no disagreement in regard to the requestedchange;

(3) A statement from all assignees of the parties submit
ting a statement under paragraphs (b)(I) and (b)(2) of this section
agreeing to the change of inventorship in the patent, which' state
mentmustcomply with the requirements of § 3.73(b) of this chap
ter; and

(4) The fee set forth in § 1.20(b).
(c) For correction of inventorship in an application see

§§ 1.48 and 1.497, and in an interference see § 1.634.

The petition to correct inventorship under 37 CPR
1.324 must include the statements and fee required by
37 CPR 1.324(b).

Under 37 CFR 1.324(b)(1), a statement is required
from each person who is being added as an inventor
that the inventorship error occurred without any
deceptive intention on their part. In order to satisfy
this,a statement such as the following is sufficient:

''The inventorship errorof failing to include John Smith
as an inventor of the patentoccurred without any decep
tive intention on the partof JohnSmith."

Nothing more is required. The examiner will deter
mine only whether the statement contains the required
language; the examiner will not make any comment
as to whether or not it appears that there was in fact
deceptive intention (see MPEP § 2022.05).

Under 37 CPR 1.324(b)(2), all current inventors
who did not submit a statement under 37 CFR
1.324(b)(l) must submit a statement either agreeing to
the change of inventorship, or stating that they have
no disagreement with regard to the requested change.
"Current 'inventors" include the inventor(s) being
retained as such and the inventor(s) to be deleted.
These current inventors need not make astatement as
to whether the inventorship error occurred without
deceptive intention.

If an inventor is not available, or refuses, to submit
a statement, the assignee of the patent may wish to
consider filing a reissue application to correct inven
torship, since the inventor's statement is not required
for a non-broadening reissue application to correct
inventorship. See MPEP § 1412.04.
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'If 10.13 Petition Under 37 CFR 1.324, Granted

PaperNo. [1)

[8)
Supervisory Patent Examiner,
AnUnit(9),
Patent Examining Group UO)
[11)

[8)
Supervisory PatentExaminer,
An Unit [9),
Patent Examining Group [10)
[11)

Examiner Note:
1. Petitions to correct inventorship of an issued patent are
decided by the Supervisory Patent. Examiner, as set forth in the
Commissioner's memorandum dated -June 2, 1989.
2. This form paragraph is printed with the USPTO letterhead.

Paper No. [1)

DECISiON
GRANTING

: PETITION
: 37 CPR 1.324

: DECISION
: GRANTiNG
: PETiTION
: 37 CFR 1.324

This is a decision on the request under 37 CPR 1.48, filed' [7].
In view of the fact that the patent has already issued, the request
under 37 CPR 1.48 has been treated as .a petition to correct inven
torship under 37 CPR t.324.

The petition is granted.
The patented' file is being forwarded to Certificate of Correc

tions Branch for issuance of a certificate naming only the actual
inventor or inventors.

In re Patent No. [2)
Issue Date: [3)
App!. No.: [4)
Filed: [S)
For: [6)

Examiner Note:
1. Petitions to correct inventorship of an issued patent are
decided by the Supervisory Patent Examiner, as set forth in the
Commissioner's memorandum dated June 2, 1989.
2. In bracket 11, insert the correspondence address of record.
3. This form paragraph is printed with the USPTO letterhead.
4. Prepare Certificate using form paragraph 10.15.

'If 10.14 Treatment ofRequest Under 37 CFR 1.48 Petition
Under 37 CFR 1.324, Petition Granted

This is a decision on the petition filed [7] to correct inventor
ship under 37 CPR 1.324.

The petition is granted.
The patented file is being forwarded to Certificate of Correc

tions Branch for issuance of a certificate naming only the actual
inventor or inventors.

In re Patent No. [2)
Issue Date: [3)
App!. No.: [4)
Filed: [S)
For: [6)

Under 37 CFR 1.324(b)(3), a statement is required
from tbe assignee(s) of the patent agreeing to the
change of inventorship in the patent. The assignee
statement agreeing to the change of inventorship must
be accompanied by a proper statement under 37 CFR
3.73(b) establishing ownership, unless a proper 37
CFR 3.73(b) statement is already in the file. See
MPEP § 324 as to the requirements of a statement
under 37 CFR 3.73(b).

While a request under 37 CFR 1.48(a) is appropri
ate to correct inventorship in a nonprovisional appli
cation, a petition under 37 CFR 1.324 is tbe
appropriate vehicle to correct inventorship in a patent.
If a request under 37 CFR 1.48(a) is inadvertently
filed in a patent, tbe request may be treated as a peti
tion under 37 CFR 1.324, and if it is grantable, form
paragraph 10.14 set forth below should be used.

Similarly, if a request under 37 CFR 1.48(a) is filed
in a pending application but not acted upon until after
the application becomes a patent, the request may be
treated as a petition under 37 CFR 1.324, and if it is
grantable, form paragraph 10.14 set forth below
should be used.

The statutory basis for correction of inventorship
in a patent under 37 CFR 1.324 is35 U.S.C. 256. It is
important to recognize tbat 35 U.S.c. 256 is stricter
tban 35 U.S.c. 116, tbe statutory basis for corrections
of inventorship in applications under 37 CFR 1.48. 35
U.S,c. 256 requires "on application of all the parties
and assignees," while 35 U.S.c. 116 does not have tbe
same requirement. Under 35 U.S.C. 116 and 37 CFR
1.48, waiver requests under 37 CFR 1.183 may be
submitted (see, e.g., MPEP § 201.03, under the head
ing "Statement of Lack of Deceptive Intention").
This is not possible under 35 U.S.C. 256 and 37 CFR
1.324. In correction of inventorship in a nonprovi
sional application under 37 CFR 1.48(a), tbe require
ment for a statement by each originally named
inventor may be waived pursuant to 37 CFR 1.183;
however, correction of inventorship in a patent under
37 CFR 1.324 reqnires petition of all tbe parties, i.e.,
originally named inventors and assignees, in accor
dance with statute (35 U.S.C. 256) and tbus tbe
reqnirement cannot be waived. Correction of inven
torship requests under 37 CFR 1.324 should be
directed to tbe Supervisory Patent Examiner whose
unit handles tbe subject matter of tbe patent. Form
paragraphs 10.13 through 10.18 may be used.
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[10], Supervisory Patent Examiner
Art Unit [II]

Patent No. [7]
Pateuted: [8]

'ff 10.16 Petition Under 37 CFR 1.324, Dismissed

Paper No. [1]

[5], SPE
Art Unit [6]

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE

:DECISION DENYING PETITION
:37 CFR 1.324

In re Patent No. [2]
Issue Date: [3]
Appl. No.: [4]
Filed: [5]
For: [6]

[9]
Supervisory Patent Examiner,
Art Unit [101.
Patent Examining Group [11]
[12]

[9]
Supervisory Patent Examiner,
Art Unit [10].
Patent Examining Group [11]
[12]

Examiner Note:
1. Ifeach of the four specified items has been submitted but one

or more is insufficient, the petition should be denied. See para

graph 10.17., However, if the above noted, deficiency can be cured

by the submission of a renewed petition, a dismissal would be

appropriate.
2. If the, petition includes a request for suspension of the rules

(37 CPR 1.183) of oneor more provisions of 37 CPR 1.324 that

are required by the statute (35 U.S.C. 256). form paragraph 10.18

should follow this form paragraph.
3. In bracket 8, pluralize as necessary and insert the item num

ber(s) which are missing.
4. In bracket 12, insert correspondence address of record.
5. This form paragraph is printed with the USPfO letterhead.

'ff 10.17 Petition Under 37 CFR 1.324, Denied

Paper No. [1]

This is a decision on the petition filed [7] to correct inventor

ship under 37 CPR 1.324.
The petition is denied.
[8]

have not submitted astatement as per "(1)" either agreeing to the

change of inventorship or stating that they have no disagreement

in regard to the requested change, (3) a statement from all assign

ees of the parties submitting a statement under "(1)" and "(ZY'

agreeing to the change'of inventorship in the patent; such state

ment must comply with the requirements of 37 CFR 3.73(b); and

(4) the fee set forth in 37 CPR 1.20(b). This petitiou lacks item(s)

[8].

DECISION
: DISMISSING
:PETlTlON
: 37 CFR 1.324

In re Patent No. [2]
Issue Date: [3]
AppI.No.: [4]
Filed: [5]
For: [6]

On petition requesting issuance of a certificate for correction of
inventorship pursuant to 35 U.S.c. 256, it has been found that the
above identified patent, through error and without deceptive
intent, improperly sets forth the inventorship. Accordingly, it is
hereby certified that the correct inventorship of this patent is:

[9]

Examiner Note:
1. In bracket 9, insert the full name and residence (City, State)

of each actual inventor.
2. This is an internal memo, not to be mailed; to applicant,
which accompanies the patented file to Certificates of Correction

Branch as noted in form paragraphs 10.13 and 10.14.
3. In brackets 5 and 10, insert name of SPE; in brackets 6 and
11 the Art Unit and sign above each line.
4. Two separate pages of USPTO letterhead will be printed

when using this form paragraph.

3. Prepare Certificate using form paragraph 10.15.
4. In bracket 11, insert the correspondence address of record.

'ff 10.15 Memorandum - Certificate of Correction
(lnventorship)

DATE: [1]
TO: Certificates of Correction Branch
PROM: [2]. SPE. Art Unit [3]
SUBJECT: Request for Certificate of Correction

Please issue a Certificate of Correction in U. S. Letters Patent

No. [4] as specified on the attached Certificate.

This is a decision on the petition filed [7] to correct inventor
ship under 37 CFR 1.324.

The petition is dismissed.
A petition to correct inventorship as provided by 37 CFR 1.324

requires (l) a statement from each person who is being added as
an inventor that the inventorship error occurred without any

deceptive intention on their part, (2) a statement from the current

named inventors (including any "inventor" being deleted) who

Examiner Note:
1. In bracket 8, a full explanation of the deficiency must be pro

vided.
2. If the petition lacks one or more of the required parts set forth

iu 37 CFR 1.324, it should be dismissed using paragraph 10.14 or

7.99, rather than being denied.
3. In bracket 12, insert correspondence, address of record.

4. This form paragraph is printed with the USPfO letterhead.
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'f{ 10.18 Waiver ofRequirements of37 CFR 1.324 Under 37
CFR 1.183, Dismissed

Suspension of the rules under 37 CPR 1.183 may be granted
for"any requirement of the regulations which is not a requirement
of the statutes. In this instance, 35 U.S.C 256 reqnires [1].
Accordingly, the petition under 37 CPR 1.183 -is dismissed as
moot.

Examiner Note:
1. This form paragraph should follow form paragraph 10.16

wheneverthe petition requests waiverof one or more of the provi
sions of 37 CPR 1.324 that are also requirementsof 35 U.S.c.
256.

2. If the petition requests waiver of requirements of 37 CPR
1.324 that are not specific requirements of the statute (i.e., the fee
or the oath or declarationby all inventors),the applicationmust be
forwarded to a petitions attorney in the Office of.the Deputy Com
missioner for Patent Examination Policy for decision.

CORRECTION TO PERFECT CLAUd FOR
35 U.S.C.119 (a)-(d) BENEFITS

See MPEP § 20l.16 for a discussion of when
35 U.S.C. 119 (a)-(d) benefits can be perfected by cer
tificate of correction.

CORRECTION AS TO 35 U.S.C. 120 AND
35 U.S.C. 119(e) BENEFITS

For Applications Filed Prior to November 29, 2000

For applications filed prior to November 29, 2000,
it is the version of 37 CPR 1.78, which was in effect
prior to November 29, 2000, that applies. The pre
November 29, 2000 version reads as follows:

37 CFR 1.78. Claiming benefit of earlier filing date and
cross-references to other applications.

(a)(l) Anonprovisional-application may 'claim an invention
disclosed in one or more prior flled copending nonprovisional
applications or copending international applications designating
the United States of America. In order for a nonprovisional appli
cation to claim the benefit of a prior filed copending nonprovi
sional application or copending international application
designating the United States of America, each prior application
must name as an inventor at least one inventor named in the later
filed nonprovisional application and disclose the named inven
tor's invention claimed in at least one claim of the later filed non
provisional application in the manner provided .. by the first
paragraph of 35 U.S.c. 112. In addition, each prior application
must be:

(i) An international application entitled to a filing date in
accordance withPCT Article l I and designating the United States
of America;or

(ii) Complete asset forthin § 1.51(b); or
(iii)Entitled to a filing date as set forth in § 1.53(b) or §

1.53(d) andinclude thebasicfiling fee set forthin § 1.16: or

(iv) Entitled to a filing date as set forth in § 1.53(b) and
have paid therein the processing and retention fee set forth in §
1.21(1) within thetimeperiod set forthin § 1.53(1).

(2) Except for a continued prosecution 'application filed
under § 1.53(d), any nonprovisional application claiming the ben
efit of one or more prior filed copending nonprovisional applica
tions or international applications designating the United States of
America must contain a reference to each such prior application,
identifying it by application number (consisting of-the series code
and serial number) or international app~cation number and inter
national filing date and indicating the relationship of the applica

tions. Unless the reference required hy this paragraph is
included in an application data sheet (§ 1.76), the specifica
tion must contain or be amended to contain such reference

in thefirst sentenc: following any title. The request for a con

tinued prosecution application under j 1.53(d) is the specific ref
erence required by 35 U.S.c. 120 to the prior application. The
identification of an application by application number under this
section is the specific reference required by 35 U.S.C. 120 to
every application assigned that application number. Cross-refer
ences to other related applications may be made when appropriate
(see§1.I4(a)).

(3) A'nonprovisional application other than for a design
patent may claim an invention disclosed in one or more prior filed
copending provisional applications. In order for a nonprovisional
application to claim the benefit of one or more prior filed copend
ing provisional applications, each prior provisional application
must name as an inventor at least one inventor named in the later
filed nonprovisional application and disclose the named inventor's
invention claimed in at least one claim of the later filed nonprovi
sional application in the manner provided by the first paragraph of
35 U.S.C. 112. In addition, each' prior provisional application

m~st be entitled to a filing date as set forth in § 1.53(c), have
anY required English-language translation filed therein
withiu the time period set forth in § 1.52(d), and have paid
therein the hasic filing fee set forth in § 1.I6(k) within the
time period set forth in § 1.53(g).

(4) Any nonprovisional application claiming the benefit
of one or more prior filed copending provisional applications must
contain a reference to each such prior provisional application,
identifying it as a provisional application, and including the provi
sional application number (consisting of series code and serial

number). Unless the reference required by this paragraph is
included in an application data sheet (§ 1.76), the specifica
tion must contain or be amended to contain such reference

in the first sentence following any title.

*****

Under certain conditions specified below, a Certifi
cate of Correction can be used, with respect to 35
U.S.C.lZO and 119(e) priority, to correct:

(A) the failure to make, reference to a prior
copending application pursuant to 37 CFR 1.78(a)(2)
and (a)(4); or
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(B) an incorrect reference to a prior copending
application pursuant to 37 CFR 1.78(a)(2) and (a)(4).

For all situations other than where priority is based
upon 35 U.S.c. 365(c), the conditions are as follows:

(A) for 35 U.S.C. 120 priority, all requirements
set forth in 37 CPR 1.78(a)(1) must have been met in
the application which became the patent to be cor
rected;

(B) for 35 U.S.c. 119(e) priority, all requirements
set forth in 37 CPR 1.78(a)(3) must have beeu met in
the applicatiou which became the pateut to be cor
rected;

(C) the prior copending application to be added
via the Certificate of Correction must be identified
elsewhere (other than the first sentence of the specifi
cation following the title or in an application data
sheet) in the application papers; and

(D) it must be clear from the record of the patent
and the parent application(s) that priority is appropri
ate.

Where 35 U.S.C. 120 and 365(c) priority based on
an international application is to be asserted or cor
rected in a patent via. a Certificate of Correction, the
following conditions must be satisfied:

(A) all requirements set forth in 37 CFR
1.78(a)(l) must have been met in the application
which became the patent to be corrected;

(B) the prior copending application to be added
via the Certificate of Correction must be identified in
the application papers other than in the first sentence
of the specification following the title or in an appli
cation data sheet and other than in a claim under
35 U.S.c. 119(a)-(d);

(C) it must be clear from the record of the patent
and the pareut applicatiou(s) that priority is appropri
ate; and

(D) the pateutee must submit with the request for
the certificate copies of documentation showing des
ignation of states and any other information needed to
make it clear from the record that the 35 U.S.c. 120
priority is appropriate. See MPEP § 201.13(b) as to
the requirements for 35 U.S.C. 120 priority based on
an international application.

If all the above-stated conditions are satisfied, a
Certificate of Correction can be used to amend the
patent to make reference to a prior copending applica-

tion, or to correct an incorrect reference to the prior
copending application. Note In re Schuurs, 218 USPQ
443 (Comm'r Pat. 1983) which suggests that a Certif
icate of Correction is an appropriate remedy for cor
recting, in a patent, refereuce to a prior copending
application. Also, uote In re Lambrech, 202 USPQ
620 (Comm'r Pat. 1976), citing In re Van Esdonk, 187
USPQ 671 (Comm'r Pat. 1975).

If any of the above-stated conditions is uot satis
fied, the filing of a reissue application (see MPEP §
1401 - § 1460) would be appropriate to pursue the
desired correction of the patent.

For Applications Filed On or After November 29,
2000

For applications filed on or after November 29,
2000, it is the version of 37 CFR 1.78, which is in
effect as of November 29, 2000, that applies. 37 CFR
1.78 reads as follows:

37 CFR 1.78. Claiming benefit of earlier filing date and
cross-references to other applications.

(a)(I) A nonprovisional application may claim an invention
disclosed in . one or more prior filed copending nonprovisional
applications or copending .international applications designating
the United States of America; In order for a nonprovisional appli
cation to claim the benefit of a prior filed copending nonprovi
sional application or copending international application
designating the United States of America, each prior application
must name as an inventor at least one inventor named in the later
filed nonprovisional application and disclose the named inventor's
invention claimed in at least one claim of the later filed nonprovi
sional application in the manner provided by the first paragraph of
35 U.S.C. 112. In addition, each prior application must be:

(i) AIi international application entitled to a filing
date in accordance with PCT Article II and designating the
United States of America; or

(ii) Complete as set forth in § 1.51(b); or
(iii) Entitled to a filing date as set forth in § 1.53(b)

or § 1.53(d) and inclnde the basicfiling fee set forth in § 1.16: or
(iv) Entitled to a filing date as set forth in § 1.53(b)

and have-paid therein the processing and retention fee set forth in

§ 1.2t(l) within the time period set forth in § 1.53(t).

(2)· Except for a continued prosecution application filed
under § 1~53(d), any nonprovisional application claiming- the ben
efit of one or more prior filed copending nonprovisional applica
tions or international applications designating the United States of
America must contain 'a reference to each such prior application,
identifying it by application number (consisting of the series code
and serial number) or international application number and inter
nationalfiling date and indicating the relationship of the applica
tions. This reference must be submitted during the pendency of
the application, and within the later of four months from the actual
filing date of the application or sixteen months from the filing. date
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of the prior application. This time period is not extendable. Unless
the reference required by this paragraph is included in an applica
tion data sheet (§ 1.76), the specification must contain or 'be
amended to contain such reference in the first sentence 'following
the title. If the application claims the' benefit of an international
application, the first sentence of the specification must include an
indication of whether the international application was published
under PCT Article 21 (2) iu English (regardless of whether benefit
for such application is claimed in the application data sheet). The

request for a continued prosecution application under § 1.53(d) is
the specific reference required by 35 U.S.C. 120 to the prior appli
cation.The identification of an application by'application number
underthis section is the specific reference required by35 U.S.c.
120 to every application assigned that application number. Cross
references to other related applications may be made when appro
priate (see § 1.14). Except as provided in paragraph (a)(3) of this
section, the failure to timely submit the reference required -by
35 U.S.c. 120 and this paragraph is considered a waiver of any
benefit under 35 U.S.C. 120, 121, or 365(c) to such prior applica

tion. The time period set forth in this paragraph does not apply to
an application fora design patent.

(3) If the reference required by 35 U.S.c. 120 and para,
graph (a)(2) of this section is presented in a nonprovisional appli
cation after the time period provided by paragraph (a)(2) of this

sectiou, the claim under 35 U.S.c. 120, 121, or 365(c) for the ben
efit of a prtor filed copending nonprovisional application or inter
national application designating the United States of America may
be _accepted if the reference identifying the _prior application by
application number or international application number and inter
national filing -_ date was unintentionally delayed. A petition to
accept an unintentionally delayed claim under 35U.S.C. 120, 121,
or 365(c) .for the benefit of a prior filed application must be
accompanied by:

(i) The surcharge set forth in § 1.17(t); and
(ii) A statement that the entire delay between the date

the claim was due under paragraph (a)(2) of this section and the
date the claim was filed was .unintentional. The Comrrrissioner
may require _additional information -where there is a question
whether the delay was unintentional.

(4) A nonprovisional application other .than fora design
patent may claim an invention disclosed in one or more prior filed
provisional applications. In order for a nonprovisional application
to claim _the-benefit of one or more prior filed provisional. applica
tions, each prior provisional application must name as an inventor
at leastone inventor named in the later filed nonprovisional appli
cation and disclose the named inventor's invention.claimed in at
least one claim of the later filed nonprovisional application in the
mauner provided by the first paragraph of 35 U.S.C. 112. In addi

tion, each prior provisional application must be entitled to a filing
date as set forth in § 1.53(c), and the basic filing fee set forth in §
1.16(k) must be paid within the time period set forth in § 1.53(g).

(5) Any nonprovlsional application claiming the benefit
of one or more prior filed copending provisional applications must
contain a reference to each such prior provisional application,
identifyingit as a provisional application, and including the provi
sional application number (consisting of series code and serial
number), and, if the provisional application is filed in a language

other than English, an English language translation of the non
English language provisional application and a statement that the
translation is accurate. This reference and English language trans
lation of a non-English-language provisional-application must be
submitted during the pendency of the nonprovisional application,
and within the later of four months from the actual filing date of
the nonprovisional application or sixteen months from the filing
date of the prior provisional application. This time period is not
extendable. Unless the reference required by this paragraph is
included in an application data sheet (§ 1.76), the specification
must contain or be amended to contain such reference in the first
sentence following the title. Except as provided in paragraph
(a)(6) of this section, the failure to timely subrrrit the reference and
English language translation of a non-English language provi
sional application required by 35 U.S.C. 119(e) and this paragraph

is considered a_ waiver of any benefit under 35 U.S.C. 119(e) to
such priorprovisional application.

(6) If the reference or English language translation of' a
non-English language provisional application required by -35
U.S.C. 119(e) and paragraph (a)(5) ofthis sectiou is presented iu a
nonprovisional application after the time period provided by para:
graph (a)(5) of this section, the claim uuder 35 U.S.c. 119(e) for
the benefitof a prior filed provisional application may be accepted
during the pendency of the nonprovisional application if the refer
ence identifying the prior application by provisional application
number and any English language translation of a non-English
language provisional application were unintentionally delayed. A
petition- -to accept an unintentionally -delayed claim -- under
35 U.S.C. 119(e) for the benefit of a prior filed provisional appli
cation must be accompanied by:

(i) The surcharge set fortb iu § 1.17(t); aud
(ii) A statement that the entire delay between the date

the claim was due under paragraph (a)(5)of this section and the
date the claim was filed was unintentional. _The Commissioner
may. require additional information where there is a question
whether the delay was unintentional.

*****
Under no circumstances can a Certificate 'of Cor

rection be employed to correct an applicant's mistake
by adding or correcting a priority claim under
35 U.S.C. 119(e) for an application filed on or after
November 29, 2000.

Section 4503 of the American Inventor's Protection
Act of 1999 (AIPA) amended 35 U.S.C. 119(e)(I) to
state that:

No application shall be entitled to the benefit of an ear
lier filed provisional application under this subsection
unless an amendment containing the specific reference to
the earlier filed provisional application is subrrritted at such
time during the pendency of the application as required by
the Director. The _Director may consider the _failure to sub
mit such an amendment within that time period as a waiver
of any benefit under this' subsection. The Director may
establish procedures, includingthe payment of a surcharge,
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to .accept an unintentionally delayed submission of an
amendment.under this section during the pendency of the
application. (emphasis added)

35 U.S.C. 119(e)(1), as amended by the AIPA,
clearly prohibits the addition or correction of priority
claims under 35 U.S.C. 119(e) when the application is
not pending, e.g., an issued patent. Therefore, a Cer
tificate of Correction is no longer a valid mechanism
for adding or correcting a priority claim under 35
U.S.C. 119(e) after a patent has been granted on an
application filed on or after November 29, 2000.

Under certain conditions as specified below, how
ever, a Certificate of Correction can still be used, with
respect to 35 U.S.C. 120 priority, to correct:

(A) the failure to make reference to a prior
copending application pursuant to 37 CFR 1.78(a)(2);
or

(B) an incorrect reference to a prior copending
application pursuant to 37 CFR 1.78(a)(2).

Where priority is based upon 35 U.S.C. 120 to a
national application, the following conditions must
be satisfied:

(A) all requirements set forth in 37 CFR
1.78(a)(l) must have been met in the application
which became the patent to be corrected;

(B) the prior copending application to be added
via the Certificate of Correction must be identified
elsewhere (other than the first sentence of the specifi
cation following the title or in an application data
sheet) in the application papers;

(C) it must be clear from the record of the patent
and the parent application(s) that priority is appropri
ate; and

(D) a grantable petition to accept an unintention
ally delayed claim for the benefit of a prior applica
tion must be filed, including a surcharge as set forth in
37 CFR 1.17(t), as required by 37 CFR 1.78(a)(3).

Where 35 U.S.c. 120 and 365(c) priority based on
an international application is to be asserted or cor
rected in a patent via a Certificate of Correction, the
following conditions must be satisfied:

(A) all requirements set forth in 37 CFR
1.78(a)(1) must have been met in the application
which became the patent to be corrected;

(B) the prior copending application to be added
via the Certificate of Correction must be identified in
the application papers other than in the first sentence
of the specification following the title or in an appli
cation data sheet and other than in a claim under 35
U.S.c. 119(a)-(d);

(C) it must be clear from the record of the patent
and the parent application(s) that priority is appropri
ate;

(D) the patentee must submit with the request for
the certificate copies of documentation showing des
ignation of states and any other information needed to
make it clear from the record that the 35 U.S.C. 120
priority is appropriate (see MPEP § 201.13(b) as to
the requirements for 35 U.S.C. 120 priority based on
an international application;

(E) the first sentence of the specification must be
amended to indicate whether the international applica
tion was published under PCT Article 21(2) in
English as required by 37 CFR 1.78(a)(2); and

(F) a grantable petition to accept an unintention
ally delayed claim for the benefit of a prior applica
tion must be filed, including a surcharge as set forth in
37 CFR 1.17(t), as required by 37 CFR 1.78(a)(3).

If all the above-stated conditions are satisfied, a
Certificate of Correction can be used to amend the
patent to make reference to a prior copending applica
tion, or to correct an incorrect reference to the prior
copending application, for benefit claims under 35
U.S.c. 120 and 365(c).

If any of the above-stated conditions is not satis
fied, the filing of a reissue application (see MPEP §
1401 - § 1460) may be appropriate to pursue the
desired correction of the patent for benefit claims
under 35 U.S.c. 120 and 365(c).

1485 Handling of Request for
Certificates of Correction

A request for a.Certificate of Correction should be
addressed to the attention of the Certificate of Correc
tion Branch, Commissioner for Patents, Washington,
DC 20231. Requests for Certificates of Correction
will be forwarded to the Certificate of Correction
Branch of the Office of Patent Publication, where they
will be listed in a permanent record book.
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If the patent is involved in an interference, a Certif
icate of Correction under 37 CFR 1.324 will not be
issued unless a corresponding motion under 37 CFR
1.634 has been granted by the administrative patent
judge. Otherwise, determination as to whether an
error has been made, the responsibility for the error, if
any, and whether the error is of such a nature as to jus
tify the issuance of a Certificate of Correction will be
made by the Certificate of Correction Branch. If a
report is necessary in making such determination, the
case will be forwarded to the appropriate group with a
request that the report be furnished. If no certificate is
to issue, the party making the request is so notified
and the request, report, if any, and copy of the com
munication to the person making the request are
placed in the file and entered thereon under "Con
tents" by the Certificate of Correction Branch. The
case is then returned to the patented files. If a certifi
cate is to issue, it will be prepared and forwarded to
the person making the request by the Office of Patent
Publication. In that case, the request, thereport, if any,
and a copy of the letter transmitting the Certificate of
Correction to the person making the request will be
placed in the file and entered thereon under "Con
tents".

Applicants, or their attorneys or agents, are urged to
submit the text of the correction on a special Certifi
cateof Correction form, PTOISB/44 (also referred to
as Form PTO-1050), which can serve as the camera
copy for use in direct offset printing of the Certificate
of Correction.

Where only a part of a request can be approved, or
where the Office discovers and includes additional
corrections, the appropriate alterations are made on
the form PTOISB/44 by the Office. The patentee is
notified of the changes on the Notification of
Approval-in-part form PTOL-404. The certificate is
issued approximately 6 weeks thereafter.

Form PTOISB/44 should be. used exclusively
regardless of the length or complexity of the subject
matter. Intricate chemical formulas or page of specifi
cation or drawings may be reproduced and mounted
on a blank copy of PTOISB/44. Failure to use the
form has frequently delayed issuance since the
text must be retyped by the Office onto a PTOISB/44.

The exact page and line number where the errors
occur in the application file shonld be identified on

the request. However, on form PTOISB/44, only the
column and line number in the printed patent should
be used.

The patent grant should be retained by the patentee.
The Office does not attach the Certificate of Correc
tion to patentee's copy of the patent. The patent grant
will be returned to the patentee if submitted.

Below is a sample form illustrating a variety of cor

rections and the suggested manner of setting out the
format. Particular attention is directed to:

(A) Identification of the exact point of error by
reference to. column and line number of the printed
patent or to claim number and line where a claim is
involved.

(B) Conservation of space on the form by typing
single space, beginning two lines down from the
printed message.

(C) Starting the correction to each separate col
umn as a sentence, and using semicolons to separate

corrections within said column, where possible.
(D) Two-inch space left blank at bottom of the

last sheet for signature of attesting officer.
(E) Use of quotation marks to enclose the exact

subject matter to be deleted or corrected; use of dou
ble hyphens (-- "-) to enclose subject matter to be
added, except for formulas.

(F) Where a formula is involved, setting out
only that portion thereof which is to be corrected or,
if necessary, pasting a photocopy onto form PTOISBI

44.

UNITED STATES PATENT AND TRADEMARK

OFFICE CERTIFICATE OF CORRECTION

Patent No. - - - ---,-

Dated April I, 1969

James W. Worth

It is certified that 'error appears in the above-identified

patent and that said Letters Patent isherebycorrected as

shownbelow:

In the drawings, Sheet 3, Fig. 3, the reference numeral

225 should be applied to the plate element attached to the

support member 207. Column 7, lines 45 to 49, the left

hand formula should appear as follows:
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HI'

cx-z
CFz:/

Column 10, formula xxxv, thatportion of thefor;
mula reading

CH CN

I should read I
-C- -C-

Formula XXXVII, that portion of the formula reading
"-CH2CH-" should read - -CHCH--.

Column 2, line 68 and column 3, lines 3, 8 and 13, for
the claim reference numeral "2", each occurrence, should
read-I-.

Column 10, line 16, cancel beginning with "12. A sen
sor device" to and including "tive strips." in column 11,
line 8, and insert the following claim:

12. A control circuit of the character set forth in claim
1 and for an automobile having a convertible top, and
including; means for moving said top between raised and
lowered retracted position; and control means responsive
to said sensor relay for energizing the top moving means
for moving said top from retracted position to raised posi
tion.

ELECTRONIC PUBLICATION OF CERTIFI
CATES OF CORRECTION WITH LATER LIST
ING IN THE OFFICIAL GAZETTE

Beginning in August of 2001, the U.S. Patent and
Trademark Office (USPTO) will begin to publish on
the USPTO web site at http://www.uspto.gov/web/
patents/certofcorrect a listing by patent number of lbe
patents for which certificates of correction are being
issued.

The USPTO is now automating lbe publication
process for certificates of correction. This new pro
cess will result in certificates of correction being pub
lished quicker electronically on lbe USPTO's web site
as compared to lbeir paper publication and the listing
of the certificates of correction in the Official Gazette.
Under lbe newly automated process, each issue of cer-

tificates of correction will be electronically published
on lbe USPTO web site at http://www.uspto.gov/web/
patents/certofcorrect, and will also subsequently be
listed in lbe Official Gazette (and in lbe Official
Gazette NOtices posted at http://www.uspto.gov/web/
offices/com/sol/og) approximately lbree weeks there
after. The listing of certificates of correction in lbe
Official Gazette will include lbe certificate's date of
issuance.

On lbe date on which the listing of certificates of
correction is electronically published on lbe USPTO
web site: (A) lbe certificate of correction will be
entered into lbe file wrapper of the patent and will be
available to lbe public; (B) a printed copy of lbe cer
tificate of correctionwill be mailed to lbe patentee or
lbe patent's assignee; and (C) an image of lbe printed
certificate of correction will be added to lbe image of
lbe patent on the patent database at http://
www.uspto.gov.patft. Dissemination of all other paper
copies of lbe certificate of correction will occur
shortly thereafter.

The date on which the USPTO makes lbe certifi
cate of correction available to lbe public (e.g., by add
ing the certificate of correction to lbe file wrapper)
will be regarded as lbe date of issuance of lbe certifi
cate of correction, not the date of lbe certificate of
correction appearing in lbe Official Gazette. Certifi
cates of correction published in the above-described
manner will provide lbe public with prompt notice
and access and is consistent with the legislative intent
behind lbe American Inventors Protection Act of
1999. See 35 U.S.C. lO(a) (authorizing lbe USPTO to
publish in electronic form).

The listing of certificates of correction can be elec
tronically accessed on lbe day of issuance at http://
www.uspto.gov/web/patentslcertofcorrect. The elec
tronic image of the printed certificate of correction
can be accessed on lbe patent database at http://
www.uspto.gov/patft and lbe listing of the certificates
of correction, as published in the Official Gazette
three weeks later, will be electronically accessible at
http://www.uspto.gov/web/offices/conilsollog.
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PTOfSBf44 (02-01)
Approved for use through 01l31f2004. OMB 0651-0033

U.S. Palent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB comrct number.
(Also FormPTO-IOSO)

UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT NO

DATED

INVENTOR(S)

It is certified that error appears in the above-identified patent and that said Letters Patent

is hereby corrected as shownbelow:

MAILING ADDRESS OF SENDER: PATENT NO. _

No. of additional copies

Q
Burden Hour Statement: This form is estimated to take 1.0 hour to complete. Time wlll vary depending upon the needs of the individual case. Any comment on the
amount of lime you are required to complete this form should be sent to the Chief Information Officer, U,S. Patent and Trademark Office. Washington, DC 20231.
DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231.
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1490 Disclaimers

35 U.S.C. 253. Disclaimer;
Whenever, without any deceptive intention, a claim of a patent

is invalid the' remaining claims shall not thereby be rendered
invalid. A patentee, whether of the whole or.any sectional interest
therein, may, on payment of the fee required by law, make dis
claimer of any complete claim, stating therein the extent of his
interest in such patent. Such' disclaimer shall be in writing, and
recorded in the Patent and Trademark Office; and itshall thereaf
ter be considered as part of the original patent.to.the extent of the
interest possessed by the disclaimant and by those claiming under
him.

In like manner any patentee or applicant may disclaim or dedi
cate to the public the entire term, or any terminal part of the term,
of the patent granted or to be granted.

37 CFR 1.321. Statutory disclaimers, including terminal
disclaimers.

(a) A patentee owning the whole or any sectional interest in
a patent may,disclaim any complete claim or claims.in a patent. In
like manner any patentee may disclaim or dedicat~to:: the public
the entire term, or any terminal part of the term,of the patent
granted. Such disclaimer-is binding upon the grantee and its, sue
cessors.or assigns. A notice of the disclaimer is published inthe
Official Gazette and attached to the printed copies of the specifi
cation. The disclaimer, to be 'recorded in the Patent and Trade
mark Office, must:

(l) be signed by the patentee, or an attorney or agent of
record;

(2) identify the patent and complete claim or claims, or
term being disclaimed. A disclaimer which is not a disclaimer ofa
complete claim or claims, or term, will be refused recordation;

(3) state the present extent of patentee's ownership' inter
est in the patent; and

(4) be accompanied by the fee set forth in § 1.20(d),
(b) An applicant or assignee may disclaim or dedicate, to the

public the entire term, or anY terminal part of the termof a patent
to be granted. Such terminal disclaimer is binding upon the
grantee and its successors or assigns. 'The terminal disclaimento
be recorded in the Patent and Trademark Office, must:

(1) be signed:
(i) by the applicant, or
(ii) if there is an assignee of record of an undivided

part interest, by the applicant. and such assignee, or,
(iii) if there is an assignee-of record of the entire inter

est, by such assignee, or
(iv) by an attorney or agent of record;

(2) specify the portion of the term of the patent being dis-
claimed; _

(3) state the present extent of applicant's or assignee's
ownership interest in the patent to be granted; and

(4) be accompanied by the fee set forth in § 1.20(d).
(c) A terminaldisclaimer,-when filed to obviate a-judicially

created double patenting rejection in a patent application .or in a
reexamination proceeding, must:

order to comply with 37 CFR 3.73(b), the assignee's

(1) Comply with the provisions of paragrapbs (b)(2)
through (b)(4) of this secliou;

(2) Be signed in accordance with paragraph (b)(l) of this
section if filed in a patent application or in accordance,with para
graph (a)(l) of this section if flled in a reexamination proceeding;
and

(3) Include a provision that any patent granted on that
application or any patent subject to the reexamination proceeding
shall be enforceableonly for .and during such period that said
patent is commonly owned with the application or patent which
formed the basis for the rejection.

A disclaimer is a statement filed by an owner (in
part or in entirety) of a patent or of a patent to be.
granted (i.e., an application), in which said, owner
relinquishes certain legal rights to thepateut. There
are two types of disclaimers; a statutory disclaimer
and a terminaldisclaimer, Theowner of a patent or an
application is the original inventor(s) or the assignee
of the original inventor(s). The patent or applicatiou is
assigned by one assigumeut or by multiple assigu
ments which establish a chain of title from the inven
tor(s) to the assignee(s). The owner of thepatent or.
applicatiou can sign a disclaimer, .and a persou,
empowered by the owner to sign the disclaimer can
also sigu it. Per 37 CFR l.321(b)(1)(iv), an attorney
or agent of record is permitted to sign the disclaimer.
For a .disclaimer to be accepted, it must be sigued by
the proper party as follows;

(A) A disclaimer filed in an application must be
sigued by

(1) the applicant where the applicatiou has not
been assigned,

(2) the applicant and the assignee where each
owns a part interest in the application,

(3) the assignee where assignee owns the
entire interest in the application, or

(4) an attorney or agentof record,
(B) A disclaimer filed in a.patentor a reexamina

tion proceeding must be signed by either
(1) the patentee (the assignee, the inventor(s) if

the patent is not assigned,or the assignee and the
inventors.if the patent isassigned-in-part), or

(2) an attorney or agent of record.
(C) Where the assignee (of an application or of a

patent being reexamined or to be reissued) signs the
disclaimer, there is a requirement to comply with 37
CPR 3.73(b) in order to satisfy 37 CFR 1.321, unless
an attorney or agent of record signs the,disclaimer. In
ownership interest must be established by:
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(I) filing in the application or patent evidence
of a chain of title from the original owner to the
assignee, or

(2) specifying in the record of the application
or patent where such evidence is recorded in the
Office (e.g., reel and frame number, etc.).

The submission with respectto 37 CPR 3.73(b)
to establish ownership must be signed by a party
authorized to act on behalf of the assignee. See also
MPEP § 324 as to compliance with 37 CFR 3.73(b).
A copy of the "Statement Under 37 CPR 3.73 (b),"
which is reproduced in MPEP § 324, may be sent by
the examiner to applicant to provide an acceptable
way to comply with the requirements of 37 CPR 3.73
(b).

(D) Where the attomey or agent of record signs
the disclaimer, there is no need to comply with 37
CFR 3.73(b).

(E) The signature on the disclaimer need not be
all original signature. Pursuant to 37 CPR 1.4(d)(2),
the submitted disclaimer can be a copy, such as a pho
tocopy or facsimile transmission of an original dis
claimer.

STATUTORY DISCLAIMERS

Under 37 CPR 1.32l(a) the owner of a patent may
disclaim a complete claim or claims of his or her
patent. This may result from a lawsuit or because he
or she has reason to believe that the claim or claims
are too broad or otherwise invalid. If the patent is
involved in an interference, see 37 CPR 1.662(c).

TERMINAL DISCLAIMERS

37 CFR 1.32l(a) also provides for the filing by an
applicant or patentee of a terminal disclaimer which
disclaims or dedicates to the public the entire term or
any portion of the term of a patent or patent to be
granted.

37 CPR 1.32l(c) specifically provides for the filing
of a terminal disclaimer in an application or a reexam
ination proceeding for the purpose of overcoming
a judicially created double patenting rejection. See
MPEP § 804.02.

PROCESSING

The Certificate of Correction Branch is responsible
for the handling of all statutory disclaimers filed
under the first paragraph of 35 U.S.c. 253, whether

the case is pending or patented, and all terminal dis
claimers (filed under the second paragraph of 35
U.S.C. 253) except for those filed in an application
pending iri a Technology Center (TC). This involves:

. (A) Determining compliance with 35 U.S.C. 253
and 37 CFR 1.321 and 3.73;

(B) Notifying applicant or patentee when the dis
claimer is informal and thus not acceptable;

(C) Recording the disclaimers; and
(D) Providing the disclaimer data for printing.

TERMINAL DISCLAIMER IN PENDING AP·
PLICATION PRACTICE

Where a terminal disclaimer is filed in an applica
tion pending in a TC, it will be processed by the para
legal of the Office of the Special Program Examiner
of the TC having responsibility for the application.
The paralegal will:

(A) Determine compliance with 35 U.S.C. 253
and 37CPR 1.321 and 3.73, and ensure that the
appropriate terminal disclaimer fee set forth in 37
CFR 1.20(d) was applied by the legal instruments
examiner;

(B) Notify the examiner having charge of the
application whether the terminal disclaimer is accept
able or not;

(C) Where the terminal disclaimer is not accept
able, indicate the nature of the informalities so that the
examiner can inform applicant in the next Office
action;

(D) Where the terminal disclaimer is acceptable,
record the terminal disclaimer; and

(E) Where the terminal disclaimer is acceptable,
provide the appropriate terminal disclaimer data for
printing.

The paralegal will identify a terminal disclaimer as
being present in an application by:

For applications with 081 and earlier series code

(A) Attaching a green label to the file wrapper;
(B) Stamping a notice on the file of the term

which has been disclaimed;
(C) Endorsing the paper containing the terminal

disclaimer submission on the "Contents" flap of the
application file; and

(D) Entering the terminal disclaimer into the
PALM system records, for the application.

August 2001 1400-76



COR.RECTION OF PATENTS 1490

For applications with 09/ and later series code

(A) Checking a box on the file wrapper which
states that the terminal disclaimer has been filed;

(B) Endorsing the paper containing the terminal
disclaimer submission on the "Contents" flap of the
application file; and

(C) Entering the terminal disclaimer into the
PALM system records, for the application.

The paralegal completes a Terminal Disclaimer
Informal Memo to notify the examiner of the nature

of any informalities in the terminal disclaimer. The
examiner should notify the applicant of the informali
ties in the next Office action, or by interview with
applicant if such will expedite. prosecution of the
application. Further, theexaminer should initial and
date the Terminal Disclaimer Informal Memo and
return itto the paralegal to indicate that the examiner
has appropriately notified applicant about the terminal
disclaimer.The paralegal will then discard the Termi
nal DisclaimerInformal Memo.
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T. D~ INFORMAL MEMO: DO NOT MAll.. THIS MEMO TO APPLICANT

DATE' ---,- _

ART UNIT' - _

APPL.S.N., _-'-- _

__~ SPECIALIST

TO, EXAMINER ~

FROM: 'P"ARALE"'=""G"Al"=;;:;;=""-=---
SUBJECT: Decision on Te.nninal Disclaimer (T.D.) filed: ~ _

INSTRUCTIONS: I have reviewed thesubmitted T.O.with the results as set forth below. Ifyou agree.
please use the appropriate fui-ri'I.paragraphs identified by this informal memo in your next OffiCe action to
notif'Yapplicant oftJ;le T.D.' lfyotJ. disagree. or have any questions,. please see me or the Special Program.
Examiner. THIS IS AN INFORMAL,INTERNAL MEM.O ONLY.· IT MUST NOT BE (1) MAILED TO
APPLICANT OR (2) PLACED OF RECORD n-l THE APPLICATION Fll...E. When your action is
complete. please iDitial, date and return this memo to me. THANK YOu.

The T.D. is PROPER and has been recorded (see 1114.23).

The T.D. is NOT PROPER and has not been ac:eepted. for the reescnesj checked below (see
1114.24):

TIle recording :fee of" $ has not been submitted nor is th.eIe any
authorization in the application file for the use of" a deposit account: (see 1114.26.07).

The T.D. does not satisfy Rule 321 in that the person who has signed the T.D.
has not stated the extent of hisIher mrerest (and/or the extent of the interest oellie
business entity represented by the signature) in the applicatiOnlpatent (see
111114.26 & 14.26.01).

The T.O. Iacks the enCorceable only during common ownership clause - nccdcd to
overcome a double patenting rejection,. Rule 321(b) (see '1'[14.27.01)

The T.O. is directed to a particular claim(s). which is not acceptable since "the
disclaimer must be a terminal portion of the term. oCthe entire patent to be
granted." (tl.fi'EP 1490) (see '0'1'[14.26 &. 14.26.02).

[] The person who signcdthe T.O.:

is not an attomey "ofrccord" (see '1'['"14.29 and 14.29.01).

has failed to state hislher capacity to sign for the business entity (see
"'14.28).

is not recognized as an officer of the assignee (see '01114.29 & possibly
14.29.02).

[] No documenta1y evidence of a chain of title from the original inventor(s) to assignee has
been submitted. nor is the reel and fialIle number spcc:ified as to where such evidence is
recorded in the Office (see 37 CPR. 3.73(b) and 1140 O.G. 72). NOTE: This
documentary evidence 01" the specifYing oCthe reel and frame number may be found in
the T.O. m in a separate paper of record in the application (see 1114.30).

The T.O. is not signed (see '!T'lI14.26 &. 14.26.03).

The serial number of the application (or the nu:mber of the patent) which forms the
basis Cor the double patenting rejection is missing or incorrect (see "1114.32).

[] The serial number of this application (or the number of the patent in reexam. or
reissue cases being disclaimed is missing (1r incorrect (see "'1114.26, 14.26.04 or
14.26.05).

The period disclaimed is incorrect or not specified (see "''''14.26. 14.27.02 or
14.27.03).

Other:

Suggestion to request refund (see 1114.36). Nam: If" already authorized., credit refund
to deposit account and do nQ! check. this item.

I have appropriately notified applicant(s) of the status of the Terminal Disclaimer filed in this case.

Ex. Initials: Oate: _

RETURN THIS MEMO TO CPK2-2D2.5. (Rev. 5/98)
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OTHERMATTERS DIRECTED TO TERMINAL
DISCLAIMERS

Requirements ofTerminal Disclaimers

A proper terminal disclaimer must disclaim the ter
minal part of the statutory term of any patent granted
on the application being examined which would
extend beyond the expiration. date of the full statutory
term, shortened by any terminal disclaimer, of the
patent (or of any patent granted on the application) to
which the disclaimer is directed. Note the exculpatory
language in the second paragraph of the sample tenni
nal .disclaimer forms, PTO/SB/25 and PTO/SB/26,
provided at the end of this Chapter. That language
("In making the above disclaimer, the owner does not
disclaim...") is permissible in a terminal disclaimer.

The terminal disclaimer must state that any patent
granted on the. application ~~ing. examined will be
enforceable only for and during the period that itand
the patent to which the disclaimer is directed or the
patent granted on the application to which the dis
claimer is directed are commonly owned. See MPEP
§ 706.02(1)(2) for examples of common. ownership,
or lack thereof.

The terminal disclaimer must state that the agree,
ment is to.run with any patent granted on the applica
tion being examined and to be binding upon the
grantee, its successors, or assigns.

The appropriate one of form paragraphs 14.27.04
and 14.27.06 (reproduced below) may be used to pro
vide applicant or .patent owner with an example of
acceptable terminal disclaimer language. Addition
ally, copies of forms PTO/SB/25 and PTO/SB/26 (pro,
vided at the end of this Chapter) may be attached to
the Office action to provide sample terminal disclaim
ers.

Since the claims of pending applications are subject
to cancelation, amendment, or renumbering, a termi
nal disclaimer directed to a particular claim or claims
will not be accepted; the disclaimer must be ofa ter
minal portion of the term of the entire patent to be
granted. The statute does .not provide for conditional
disclaimers and accordingly, a proposed disclaimer
which is made contingent on the allowance of certain
claims cannot be accepted: The disclaimer should
identify the disclaimant and pis or her interest in the
application and should specify the date. when. the dis
claimer is to become effective.

Effect ofDisclaimers in Continuing Applications

A terminal disclaimer filed to obviate a double pat
enting rejection is effective only with respect to the
application identified in the disclaimer. unless by its
terms it extends to continuing applications. For exam
ple, a terminal disclaimer filed in a parent application
normally has no effect on a continuing application
claiming filing-date benefits of the parent application
under 35 U.S.C. 120. A terminal disclaimer filed in a
parent application to obviate a double patentill~ rejec
tion does, however, carry over to a continued prosecu
tion application (CPA) filed under 37 CFR 1.53(d).
The terminal disclaimer filed in the parent application
carries over because the CPA retains the same appli
cation number as the parent application, i.e., the
application number to which the previously filed ter
minal disclaimer is directed. If applicant does not
want the terminal disclaimer to carry over to the CPA,
applicant must file a petition under 37 CPR 1.182,
along with the required petition fee, requesting the
terminal disclaimer filed in the parent application not
be carried over to the CPA; see below "Withdrawing a
Terminal Disclaimer" (paragraph "A. Before Issuance
of Patent"). If applicant files a Request for Continued
Examination (RCE) of an application under 37 CPR
1.114 (which can be filed on or after May 29,2000 for
an application filed on or after June 8, 1995), any ter
minal disclaimer present will continue. to operate;
since a new application has not been filed, but rather
prosecution has been continued in the existing' appli
cation. A petition undet 37 CFR 1.182, along with the
re~uire4 petition fee, may be filed, if withdrawal of
the terminal disclaimer is to be requested, .

Two or More CopendingApplications

If two (or more) pending applications are filed in
each of which a rejection of one claimed invention
over the other on the ground of obviousness-type dou
ble patenting is proper, the rejection will be made in
each application. An appropriate terminal disclaimer
must be filed in each application. This is because a
terminal disclaimer filed to obviate a double patenting
rejection is effective only with respect to the applica
tion identified in the disclaimer. Moreover, the filing
ofan appropriate t~rminal disclaimer in each applica
tion.will prevent a potential improper timewise exten
sion of patent rights in the last application to be
issued.
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FORM PARAGRAPHS

The following form paragraphs may be used to
inform the applicant (or patent owner) of the status of
a submitted terminal disclaimer.

'f{ 14.23 Terminal Disclaimer Proper
The terminal disclaimer filed on [1] disclaiming the terminal

portion of any patent granted on this application which would
extend beyond the expiration date of [2] has been reviewed and
is accepted. The terminal disclaimer has been recorded.

Examiner Note:
1. In bracket l ,-insert the date the terminal disclaimer was filed.
2. In bracket 2, list tbe Patent Number andlor Application Num
her (including series code and serial no.) preceded by the phrase ~

any patent granted on ApplicationNumber-c.
3. If an assignment is submitted to support the terminal dis
claimer, also use form paragraph 14.34 to suggest that the assign
ment be separately submitted for recording in the Office.
4. See _MPEP § 1490 for discussion of requirements for a
proper terminal disclaimer.
5. Use form paragraph 14.23.01 for reexamination proceedings.
6. For improper terminal disclaimers; see the form paragraphs
which follow.

'If 14.23.01 Terminal Disclaimer Proper (Reexamination
Only)

The terminal disclaimer filed on [1] disclaiming the terminal
portion. of the patent being reexamined which would extend
beyond the expiration date .of [2] has been reviewed and is
accepted. The terminal disclaimer has been recorded.

Examiner Note:
1. In bracket 1, insert.the date the terminal disclaimer was filed.
2. In bracket 2, list the Patent Number and/orApplication Num
ber (including series code and serial no.) preceded by the phrase -
any patent granted on Application Number--.
3. IT an assignment is submitted to support the terminal dis
claimer, also use 1434 to suggest that the assignment be sepa
rately submitted for recording in the Office.
4. See MPEP § 1490 for discussion of requirements for a
proper terminal disclaimer.
5. For improper terminal disclaimers, see the form paragraphs
which follow.

'f{ 14.24 Terminal Disclaimer Not Proper - Introductory
Paragraph

The terminal disclaimer filed on [1] disclaiming the terminal
portion of any patent granted on this application which would
extend beyond the expiration date of [2] has been reviewed and is
NOT accepted.

Examiner Note:
1. In bracket 1, insert the date the terminal disclaimer was filed.
2. In bracket 2, list the Patent Number and/or Application Num
ber (including series code and serial no.) preceded by the phrase -
any patent granted on Application Number--.

3, One or more of the appropriate form-paragraphs 14.26 to
14.32 MUST follow tbis form paragraph to indicate why the ter
minal disclaimer is not accepted.
4. Form paragraph 14.33 includes tbe full text of rule 37 CPR
3.73 and may be included in the Office action when deemed
appropriate.
5. Form paragraph 14.35 may be used to inform applicant that
an additional disclaimer fee will not be required for the submis
sion of a replacement or supplemental terminal disclaimer.
6. Do not use in reexamination proceedings, use form para
graph 14.25 instead.

'If 14.25 Terminal Disclaimer Not Proper. - Introductory
Paragraph (Reexamination Only)

The terminal disclaimer filed on [1] disclaiming the terminal
portion of the patent being reexamined which would extend
beyond the expiration date of [2] has been reviewed and is NOT
accepted.

Examiner Note:
1. In bracket 1, insert the date the terminal disclaimer was filed.
2. In bracket 2, list the Patent Number and/or the Application
Number (including series code and serial no.) preceded by the
phrase --any patent granted on Application Number--.
3. One or more of the appropriate form paragraphs 14.26 to
14.32 MUST followtbis form paragrapb to indicate why the ter
minal disclaimer is not accepted.
4. Form paragraph 14.33 includes tbe full text of rule 37 CPR
3.73 and may be included in the Office action when deemed
appropriate.
5. Form paragraph 1435 may be used to inform applicant that
an additional disclaimer fee will not be required for the submis
sion of a replacement or supplemental terminal disclaimer.

'f{ 14.26 Does Not Comply With 37 CFR 1.321(b) and/or
(c) "Sub-Heading" Only

The terminal disclaimer does not comply with 37 CFR
1.321(b) andlor (c) because:

Examiner Note:
I. This form paragraph MUST be preceded by form paragraphs
14.24· or 14.25 and followed by one or moreof the appropriate
form paragraphs 14.26.01 to 14.27.03.

'f{ 14.26.01 Extent ofInterest Not Stated
The person who has signed the disclaimer has not stated the

extent ofhislher interest, or the business entity's interest, inthe
application/patent. See 37 CPR 1.321(b)(3).

Examiner Note:
This form paragraph MUST be preceded by form paragraphs

14.24 or 14.25 AND 14.26.

'f{ 14.26.02 Directed to Particular Claim(s)
It is directed to a particular chum or claims, which is not

acceptable, since "the disclaimer must be of a terminal portion of
the term of the entire [patent or] patent to be granted." See MPEP
§ 1490.
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Examiner Note:
This form paragraph MUST be preceded by form paragraphs

14.24 or 14.25 AND 14.26.

'J! 14.26.03 Not Signed
The terminal disclaimer was not signed.

Examiner Note:
1. This form paragraph MUST he preceded hy form paragraphs

14.24 or 14.25 AND 14.26.

'J! 14.26.04 Application/Patent Not 1dentified
The application/patent being disclaimed has not been identi

fied.

Examiner Note:
1. This fonnparagraph MUST be preceded by form paragraphs

14.24 or 14.25 AND 14.26.

'J! 14.26.05 Application/Patent Improperly Identified
The application/patent being disclaimed has. been improperly

identified since the number used to identify the [1] being dis

claimed is incorrect. The correct number is [2].

Examiner Note:
1. This form paragraph MUST he preceded hy form paragraphs

14.24 or 14.25 AND 14.26.
2. In bracket 1, insert --application-- or -patent-.
3. In bracket 2, insert the correct Application Number (includ

ing series code and serial no.) or the correct Patent Number being

disclaimed.
4. A terminal disclaimer is acceptable if it includes the correct

Patent Number or the correct Application Number of 'the' serial

number together with the proper filing date or the proper series

code.

'J! 14.26.06 Not Signed by All Owners
It was not signed by' all owners and; -therefore, supplemental

terminal disclaimers' are requlred from the: remaining owners.

Examiner Note:
1. This form paragraph MUST he preceded hy form paragraphs

14.24 or 14.25 AND 14.26.

'J! 14.26.07 No Disclaimer Fee Submitted
The disclaimer fee of $ [1] in accordance with 37 CFR 1.20(d)

has not been submitted, 'naris there any authorization-in the appli

cation file to charge a specified Deposit Account or credit card.

Examiner Note:
1. In bracket 1, insert the fee for a disclaimer.
2. This form paragraph MUST he preceded hy form paragraphs

14.24 or 1425 AND 14.26. If the disclaimer fee was paid for a

terminal 'disclaimer which was not accepted, applicant does not

have to pay another disclaimer fee when submitting a replacement

or supplemental, terminal disclaimer, and this, form: Paragraph

should not he used.

'J! 1427.01 Lacks Clause of Enforceable Only During
Period ofCommon Ownership

It does not include a 'recitation that anypatentgranted shall be
enforceable only for and during such 'period that said patent is
commonly: owned ,with the applicati~~(s) or"patent(s) which
formed the basis for the double patenting rejection. See 37 CFR
1.321(c)(3).

Examiner Note:
Thik;' form paragraph, MUST be preceded by form paragraphs

14.24 or 14.25 AND 14.26.

'J! 14.27.02 Fails To Disclaim Terminal Portion of Any
Patent GrantedOn Subject Application

It fails to disclaim the terminal portion of any patent granted on
the subject application.

Examiner Note:
1. This form paragraph MUST be preceded hy form paragraphs
14.24 or 14.25 AND 14.26.
2. Use this form paragraph when the period disclaimed is not
the correct period or when no period is specified at all.
3. Wh~n using this form Pllfagraph, give an example of propt?r
terminal disclaimer language using;, fOfIl1par~graph 14.27.04 fol
lowing this or the series of statements concerning the defective
terminal disclaimer.

'J! 1427.03 Fails To Disclaim Terminal Portion of Subject
Patent

It fails to disclaim the terminal portion of the subject patent.

Examiner Note:
I. This form paragraph MUST he preceded hy form paragraphs
14.24 or 14.25 AND 14.26.
2. Use this form paragraph in a reissue application or'reexami
nation proceeding when the period disclaimed is not the correct
period or when-no period is specified at 'all.
3. When using this form paragraph, give anexample of proper
terminal disclaimer language using form paragraph 14.27.05 (for
reissue) or form paragraph 14.27.06 (for reexamination proceed
ing) following this or the series of statements concerning the
defective terminal disclaimer.

'J! 1427.04 Examples of Acceptable Terminal Disclaimer
Language in Patent To Be Granted

EXamples of acceptable language for,making the .disclaimer of
the terminal portion of any -patent granted on the subject .applica
tion follow:

1. If a-Provisional Obviousness:'Type Double Patenting
Rejection Over A Pending Application was made, use:

Petitioner hereby disclaims, except as,provided below,
the terminal part of any patent granted on the instant appli
cation, which would extend beyond the expiration date, of
any patent granted on Application No. , .
filed on ; as shortened by any .tcrminal dis
claimer, Petitioner hereby agrees that any patent so granted
on the instant appiication shan he enforceahle only for and
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during. such period that it and any patent granted on the
above-listed application are commonly owned. This agree
ment runs with any.patent granted on the instant application

and is bindinguponthe grantee, its successors, or assigns.

II. If an Obviousness-Type Double Patenting Rejection
Over A Prior Patent was made, use:

Petitioner hereby disclaims, except as provided below,
the terminal part of any patent granted on the instant appli
cation, which would extend beyond the expiration dale of
Patent No. , as presently shortened by any
terminal disclaimer. Petitioner hereby agrees that any patent
so granted on the instant application shall be enforceable
only for and during such period that it and the above listed
patent are commonly owned. This agreement runs with allY
patent granted on the instant application and is binding upon
the grantee, its successors, or assigns.

Alternatively, Form PTOlSB125 maybe used for situation I,
and Form PfOlSB126 may.be used for situation II; a copy of each
form may be found at the end MPEP Chapter 1400.

'i 14.27.06 Examples of Acceptable Terminal Disclaimer
Language in Patent(Reexamination Situation)

Examples of acceptable language for making the disclaimer of
the terminal portion of the patent being reexamined follow:

1. If a Provisional Obviousness-Type Double Patent
ing Rejection Over APending Application was made, use:

Petitioner hereby disclaims, except as provided below,
the terminal part of the patent being reexamined, which
would extend beyond the expiration date, of any patent
granted on Application No. 1 , filed on
___, as shortened by any tenninaldisclaimer. Peti

tioner hereby agrees that the patent.being reexamined shall
be enforceable only for and during such period that it and
any patent granted.on the above-listed application, are com
monly owned. This agreement is binding upon the patent
owner, its successors, or assigns.

II. If an Obviousness-Type Double Patenting Rejec
tion Over A Prior Patent was made, use:

Petitioner hereby disclaimsc except as provided below,
the' tenn~al part of the, patent being reexafuined',which
would extend beyond the expiration date of Patent No.
_____, as presently shortened by any terminal dis:"
claimer. Petitioner hereby agrees that the patent for which a
reexamination certificate is issued as a result of thispro
ceeding shall be enforceable only for and during such period
that' it and the above listed patent are commonly owned.
This agreement is 'binding upon the patent owner, itssucces
sors, or assigns.

'i 14.28 Failure To State Capacity To Sign
The person who' signed the terminal disclaimer has failed to

state his/her capacity to sign-for the corporation or other business

entity, and he/she has not been established as being 'authorized to
acton behalf of the assignee.

Examiner Note:
1. This form paragraph MUST be preceded by form paragraphs
14.24 OR 14.25 and 14.26.

'i 14.29 Not Recognized as Officer of Assignee - "Sub
Heading" Only

The person who signed the terminal disclaimer is not recog
nized as an officer of the assignee, and he/she has not been estab
lished as being authorized to act on behalf of the assignee. See
MPEP §324.

Examiner Note:
1. This form paragraph is to be used when the person signing
the terminal disclaimer is not an authorized officer asdefmed in
MPEP § 324.
2. This form paragraph MUST be preceded by form paragraphs
14.24 or 14.25 and followed by form paragraphs 14.29.01 and/or
14.29.02 when appropriate. An attorney or agent of record is
always "authorized to sign the terminal .disclaimer, even though
there is no indication that he or she is an officer ofthe assignee.
3. Use form paragraph 14.29.02 to explain how an official,
other than a recognized officer, may properly execute a terminal
disclaimer.

'i 14.29.01 Attorney/Agent Not ofRecord
.An attorney or agent, not of record" is not authorized to sign a

terminal disclaimer in the capacity as an attorney or agent acting
iri.a representative capacity as provided by 37 CFR 1.34 (a). See
37 CPR 1.321(b) and/or (c).

Examiner Note:
1. This form paragraph MUST be preceded by form paragraphs
14.24 or 14.25 AND 14.29.
2. An attorney or agent, however, may sign a terminal dis
claimer provided he/she is an attorney' or agent of record or is
established as an appropriate official of the assignee. To suggest to
the attorney or agent, not of record, how he/she may establish sta
tus as an appropriate official of the assignee to execute a terminal
disclaimer, nse form paragraph 14.29.02.

'i 14.29.02 Criteria To Accept Terminal Disclaimer When
Signed by a Non-Recognized Officer

It would be acceptable for a person, other than a recognized
officer, to execute a terminal disclaimer, provided the record for
the application includes a statement that the person is empowered
to sign terminal disclaimers andlor act on behalf of the organiza
tion,

Accordingly, a new terminal disclaimer which includes the
above empowerment statement will be considered to be executed
by an appropriate official of the assignee. A separately filed paper
referencing the previously filed-terminal disclaimer and contain
ing a proper empowennent statement would also be acceptable.

Examiner Note:
1. This-form paragraph MUST be preceded by form paragraphs

14.24 or 14.25 AND 14.29.
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2. When form paragraph 14.29 is used to' indicate 'that a termi
nal disclaimer is denied because it was not signed by a recognized
officer nor by an attorney or agent of record; -this form paragraph
should be used to point 0':lt one way to corre~ttheproblern,
3. While an indicationof the person's titleis desirable, its inclu
sion is not mandatory when this option is employ~~.

4. A sample terminal disclaimer sho1lldbe sent 'withthe. Office
action.

'fl 14.30 No Evidence of Chain of Title to Assignee 
Application

The assignee has not established its ownership interest in the
application, in order to support the terminal disc'laimer. There is
~o submission in the record establishing the O\vne_~.ship interest by
either (a) providing documentary evi1e~~e of achainof title from
the: original inventorts) to the assignee, or (b) specifying '(by reel
and frame number) where such documentary evidence is recorded
in the Office (37 CPR 3.73(b».

Examiner Note:
1. This form paragraph MUST he preceded by form paragraphs
14.24 or 14.25.
2. Where an attorney or agent of record signs a terminal dis
claimer, there is no need to provide a statement under 37 CFR
3.73(h). Thus, this form paragraph should not be used.
3. It should be noted that the documentary evidence or the spec
ifying of reel and frame number may be found in the terminal dis
claimer itself QIina separate paper.

'fl 14.30.01 No Evidence of Chain of Title to Assignee -

Patent. .. .
The assignee has not established its ownership interest in the

patent, in order to support the terminal disclaimer. There is no
submission in the record establishing the ownership Interest by
either (a) providing.documentary .evidence ofa,chainof title from
the original inventons) to the assignee, or (h) specifying(hy reel
and frame number) where such documentary evidence is recorded
in the Office (37 CPR 3.73(h)).

Examiner Note:
1. TlIis form paragraph MUST be precededhy form paragraphs
14.24 or 14.25.
2. where an attorney or agent of record signs a terminal dis
claimer, 'there is no need to' provide a:statement 'under 37 CFR
3.73(h).Thus, this form paragraph should not be used.
3. It should be noted that the,documentary:evidence.or the spec
ifying ofreel and frame,number may be found in the terminal-dis
Claimeritself QI ina separate paper in the application.

'fl 14.30.02 Evidence of. Chain of Title to Assignee
Submission Not Signed by Appropriate Party - Terminal
Disclaimer-Is. Thus Not Entered

The 'submission establishing the .ownership interest of the
assignee is informal. There is no indication of record that-the-party
who signed. the submission establishing the' ownership interest is
authorized to signthe submission (37 CPR 3.73(b».

Examiner Note:
1. This form paragraph MUST be preceded by form paragraphs
14.24 or 14.25.
2. . Where an a~o~ey'or ~gent?f record ,signs a t~~inal dis
claimer, there is noneedJopr~vi~~ any statement under 37 CFR
3.73(b). Thus, this form paragraph should not be used.
3. This form paragraphshould be followed by.one of form para
graphs 14.16.02 or 14.16.03. In rare situations where,BQTHform
paragraphs 14.16.02 and 14.16.03 do not apply and thuscannot be
used, the examiner should instead follow this form paragraph with
a detailed statement of why the there is no authorization to sign.
4. Use form paragraph, 14.16.0g, to point out one way to correct
the problem.. '. -

'fl 14.32 Application/Patent Which Forms Basis for
RejectionNot Identified

The application/patent which forms the basis .for the double
patenting rejec~pn,is.notidenti:qedin theterminaldisclaimer. ,

Examiner Note:
1. This form paragraph MUST be preceded by form paragraphs
14.24 or 14.25-,
2. Use this form paragraph when no inf6fl11ati~nis presented. If
incorrect information is contained in the terminal disclaimer, use
form paragraphs 14.26 and 14.26.05.

'fl 14.3337 CFR.3.73 - Establishing Right ofAssignee To
TakeAction

The following is a statement of 37·CFR 3.73:

37 CFR 3.73 Establishing rIghtof assignee to take action.

(a) T,he inve~tor is presu1lle~to be, theownerof a patent
application, and any patent that may issue therefrom, unless

there is. an assigIlment:. The,a,rigipal. aRpJic~t is presumed
to be the owner of a trademark application or registratio~,
unless there is an assignment.

(b)(l) In order to request or take action in a patent or trade
mark matter, .the assignee. must establish its ownership .of
the patent or.trademark property of paragraph (a).of this sec
tion. to the satisfaction -ofthe Commissioner, The establish-.
ment of ownership. by. the assignee may be..combined With,
the paper that requests or takes the action. Ownership is
established by submitting to the Office a signed .statement
identifying the assignee, accompanied by either:

(i) Documentary evidence of a chain of titleIrom the origi
nalowner to the assignee (e.g., copy of an executed assign
ment). The documents submitted to. establish ownership
may be required to be recorded pursuant to§ 3.11 in the
assignment records" of the Office as a cO~,dition to. permit
ting the assignee to take action in: a matter pending before
the Office; or

(ii) A statement specifying. where documentary evidence of
a chain of.title.from.the .. original owner to the assignee is
recorded in the assignment records of the Office (e.g., reel
and frame number).
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(2) The submission establishing ownership must show that
the person signing the submission 'is a person authorized to
act on behalf of the assignee by:

,.(i) Including astatementthat ,the pers0ll: signing the' submis

sion is authorized to act on behalf of the assignee; or

(ii) •Being signed by a' person' having :appareIit authority to

sign 'on behalf of 'the assignee, e.g., an officer of the
assignee.

(c) For patent matters only:

(1) Establishment of ownership by the assignee must be
submitted prior to, or at the same time as, the paper request
ing or taking actionis submitted.

(2) If the submission under this section is'by' an assignee of

less thenthe entire nght,titleand interest, such assignee
must indicate' the extent (by',percentage) 'of 'Its 'ownership

interest, or the Office may refuse to accept" the submission
as an establishment-of ownership.

'f[ 14.34 Suggestion To Record AssignmentSubmitted With
Terminal Disclaimer

The assignment document filed on [11 is acceptable as,the dOF,
umentary evidence required by 37 CFR 3.73. If the assignment

document .ia nqtalready recorded with the United States Patent

and Trademark Office, it is suggested that the assignment docu
ment be submitted for, recording. among the Office assignment
records. See 37 CFR 3.11 and MPEP § 302.

Examiner Note:
_1. "IIlbracketl,insert the date the assignment document was

filed.
2. This ,form paragraph should 1Je.used when an assignment
document (an original, facsimile, or copy) is submitted for record
ing among the assignment records of the Office.

'f[ 14.35 Disclaimer FeeNot Required Twice" Applicant
It should be noted that applicant. is not required 'topay another

disclaimerfee as set forth in 37 CFR 1.20(d) when submitting a

replacement 'or supplemental terminal disclaimer.

Examiner Note:
1. This form paragraph can be used to notify, an applicant that

another disclaimer fee will not be requir~dwhen a replacement or
supplemental terminal disclaimer is submitted.
2. Use form paragraph 14.35.01 for providing notification to

patent owner; rather than an applicant.

'f[ 14.35-.01 Disclaimer Fee Not Required Twice - Patent
Owner

It should be noted that patent owner is not required to pay

another disclaimer fee as "set forth in 37' CPR '1.'20(d) when sub
mitting a replacement or supplemental terminal 'disclaimer.

Examiner Note:

This form paragraph can be used to notify a patent owner that
another. disclaimer fee will not be required when a replacement or
supplemental terminal disclaimer is submitted.

'f[ 14.36 Suggestion That "Applicant" Request a Refund
Since the re:quir,e~'fee 'for the terminal disclaimer was previ

ously paid" applicant's paYIIlent of, an additional terminal dis
claimer fee is not required. Applicant may request a refund of this
additional terminal disclaimer fee by submitting a written request
for a refund and a copy of this Office action to: Commissioner of
Patents and Trademarks, Office of Finance, Washington, DC
20231.

Examiner Note:
1. This formparagraph should be used to notify applicant that a
refund canbe obtained if another t~nninal disclaimer fee was paid
when a replacement or supplemental terminal disclaimer was sub-

mitted. ',: ,,' .
2. Note - If applicant has authorized or requested a fee refund to
be credited to a specific Deposit Account or credit card, 'then an
appropriate credit should be made to that Deposit Account, or
credit card and this paragraph should NOT be used.
3. Use form paragraph 14.36.01 for providing notification to
patent owner, rather than an applicant.

'f[ 14.36.01 Suggestion That «Patent Owner" Request a
Refund

Since' the required fee for the terminal disclaimer was previ
ously paid, patent owner's payment of an additional terminal dis
claimer fee is not required. Patent owner may request a refund of
this .additional terminal disclaimer fee by submitting-a written
request for a refund and a copy of this Office action to: Commis
sioner ofPatents and Trademarks, Office of Finance, Washington,
DC 20231.

Examiner Note:
L This form paragraph Should be used to notify patent owner
that a refund' can 'be, obtained 'if another terminal disclaimer fee
Was paid when a replacement or supplemental terminal disclaimer
was submitted.
2. Note - If patent owner has authorized or requested a fee
refund to be credite4,to a~l'~ificDeposit Account or credit dud,
then an appropriate credit should be made to that Deposit Account
or credit card and this form paragraph should NOT be used.

'f[ 14.37 Samples ofa Terminal Disciaimer Over a Pending
Application and Assignee Statement Enclosed

Enclosed 'with this Office action is a sample terminal dis
claimer which is effective to overcome a provisional obviousness
type double patenting, rejection over: a pending application' (37
CFR l.321(b) and (c).

Also enclosed is a sample Statement Under 37 CFR 3.73(b)
(FormPTO/SB/96) which an assignee may use in order to ensure
compliance with the rule. Part A of the. Statement is 'used when
there isa .single assignment from the inventor(s).PartBof the
Statement is' used, when, there is' a chain .of title. The "Copies of
assignments ..." box should be checked when, the assignment doc
ument(s) (set forth in part Aor part B) is/are not recorded in the
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Office, and a copy of the assignmentdocumentts) is/are.attached.
When the "Copies of assignments..." box is checked, either the
part A box or the part B box, as appropriate;must be checked, and
the "Reel__. Frame " entries shonld be left blank. If the
part B box is checked, and copies ofassignments are not included,
the "From: To: " blank(s) must be. filled in. This
statement should be used the first time an assignee seeks to take
action in an application under3? CFR 3.73(b), e.gxwhensigning
a terminal disclaimer or a power of attorney.

Examiner Note:
L This form paragraph can be used to provide applicant sam
ples of a terminal disclaimer which contains the 'necessary clauses
to overcome a 'provisional obviousness-type double -patenting
rejection over. a pending application and a Statement to be signed
by an assignee to ensure compliance with 37 CFR 3.73(b).
2. Note that the requirements for compliance with 37 CFR 3.73
(b) have been made more liberal, such that certain specifics of the
sample statement are no longer required. At present, in order to
comply with 37'CPR 3.73(b), the' assignee's ownership interest
must be established by (a) filing in the application or patent evi
dence ofa chain of title from the original owner to the assignee, or
(b) specifying in the record of the.application or patent where such
evidence is recorded in the Office (e.g., reel and frame number,
etc.). The submission with respect to (a) and '(b) to establish own
ership must be signed by a party authorized to act on behalf of the
assignee.
(See your Group Paralegal or Special Program Examiner for cop
ies of the sample terminal disclaimer' and 'Statement Under 37
CPR 3.73(b) to enclose with the Office action. Alternatively; it is
permissible to copy the sample terminal, disclaimer found after
MPEP § 1490 and the Sample Statement Under 37 CFR 3.73(b)
found after MPEP§ 324.)

'I! 14.38 Samples of a Terminal Disclaimer Over a Prior
Patent and Assignee Statement Enclosed

Enclosed with this Office, action, is a sample terminal dis
claimer which is effective to overcome an obviousness-type dou
ble patenting rejection avera prior patent (37 CPR 1.321(b) and
(c».

Also enclosed is a sample Statement Under 37 CFR 3.73(b)
(Form PTO/SB/96) which an assignee :may use in order to ensure
compliance with the rule. Part A of the Statement' is used when
there is a single assignment from the inventor(s). Part B of the
Certificate is used when there is a chain 'of title. The "Copies of
assignments..." box should be checked when the assignment.doc
ument(s) (set forth in part Aor part B) is/are not recorded in the
Office, and a copy of the assignment document(s) is/areattached.
When the "Copies of assignments ..." box is checked, either the
part A box or the part B box, as appropriate, must be checked,and
the "Reel__, Frame__·" entries should be left blank. If the
part B box is checked, and copies of assignments are not included,
the "From: __._ To: . " blank(s) must be filled in. This
statementshould beused the first time an assignee seeks to take
action in an application under37 CPR 3.73(b), e.g., when signing
a terminal disclaimer or a power of attorney.

Examiner Notes

1. This form paragraph can be used to provide applicant sam,
ples of a terminal disclaimer which contains the necessary clauses
to overcome an obviousness-txpe double patenting rejection over
a prior patent and a Statement to be signed by an assignee to
ensure compliance with 37 CFR 3.73(b),
2. Note that the requirements for compliance with 37.cPR 3.73,
(b) have been made more liberal, such that certain specifics of the
sample statement are ': no longer required. At present, in order to
comply with 37 CFR 3.73(b), the assignee's ownership interest
must be established by (aj'filing in the application or patent evi
dence ofa chain 'of title from the original owner to the assignee, or
(b) specifying in the record of-the application or patent where such
evidence is recorded in the Office (e.g., reel and frame number,
etc.). The submission with respect to (a) and (b) to establish own
ership must be signed by a party authorized to act on behalf of the
assignee.
(See your Group Paralegal or Special Program Examiner for cop
ies of the sample terminal disclaimer and, Statement Under 37
CFR 3.73(b) to enclose with the Office action. Alternatively, it is
permissible to copy the sample terminal disclaimer' found after
MPEP§ 1490 and the Sample Statement Under 37 CFR 3.73(b)
found after MPEP§ ;324.)

'I! 14:39 Sample Assignee Statement Under 37 CFR 313(b)
Enclosed

Enclosed with this Office action is a sample Statement-under
37CFR 3.73(b) which an assignee may use in ,order to ensur~

compliance with the Rule. Part A of the Statement is used when
there is a single assignment from the inventor(s). Part B of the
Statement is used, when there is a chain of title. The "Copies of.
assignments..." box should be checked when the assignment doc,
ument(s) (setforthinpart A or part B)is/arenot recorded in the
Office, and a copy of the assignment document(s) is/are attached.'
When 'the "Copies of assignments..." 'box is checked, either the
part A box or the part B box; as appropriate, must be checked; and
the"Reel__" Frame " entries should be left blank. ,If the
part B box is checked, and copies of assignments are not included,
the "From: To: " blank(s) must be filled in. This
statement should be used the first time an assignee seeks to take
action In an application under 37 CFR 3.73(b).

Examiner Note:
1. This form paragraph can be used to provide applicant a sam
ple of a Statement to be signed, by an,assignee to ensure compli
ance with 37 CPR 3.73(b).
2. ,',Note.that the requirements for compliance with 37 CPR 3.73
(b) have been made more liberal, such that certain specifics of the
sample statement are no longer required. At present, in order to
comply with 37CFR 3.73(b), the; assignee's ownership interest
must be established by (a) filing in the application or patent evi
dence of a chain of title from the original owner to the assignee, or
(b) 'specifying in the record of the application or patent where such
evidence is recorded in the Office (e.g., reel and frame number,
etc.). The submission with respect to (a) and (b) to establish own
ership mustbe signed by a party authorized to acton behalfof the
assignee.
(See your Group Paralegal' or Special Program Examiner' for' a
copy of the sample Statement Under 37 CFR 3.73(b) to enclose
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with the Office action. Alternatively, it is permissible to copy the

sample Statement Under 37 CPR 3.73(b) fonnd after MPEP §

324.)

WITHDRAWING A RECORDED TERMINAL
DISCLAIMER

If timely requested, a recorded terminal disclaimer
may be withdrawn before the application in which it
is filed issues as a patent, or in a reexamination pro
ceeding, before the reexamination certificate issues.
After a patent or reexamination certificate issues, it is
unlikely that a recorded terminal disclaimer will be
nullified.

A. Before Issuance OfPatent

While the filing and recordation of an uunecessary
terminal disclaimer has been characterized as an
"unhappy circumstance" in In re Jentoft, 392 F.2d
633, 157 USPQ 363 (CCPA 1968), there is no statu
tory prohibition against nullifying or otherwise can
celing the effect of a recorded terminal disclaimer
which was erroneously filed before the patent issues.
Since the terminal disclaimer wonld not take effect
until the patent is granted, and the public has not had
the opportunity to rely on the terminal disclaimer,
relief from this unhappy circumstance may be avail
able by way of petition or by refiling the application
(other than by refiling it as a CPA).

Under appropriate circumstances, consistent with
the orderly administration of the examination process,
the nullification of a recorded terminal disclaimer
may be addressed by filing a petition under 37 CFR
1.182 requesting withdrawal of the recorded terminal
disclaimer. Petitions seeking to reopen the question of
the propriety of the double patenting rejection that
prompted the filing of the terminal disclaimer have
not been favorably considered. The filing of a con
tinuing application other than a CPA, while abandon
ing the application in which the terminal disclaimer
has been filed, will typically nullify the effect of a ter
minal disclaimer. The filing of a Request for Contin
ued Examination (RCE) of an application under 37
CPR 1.114 will not nullify the effect of a terminal dis
claimer, since a new application has not been filed,
but rather prosecution has been continued in the exist
ing application.

B. After Issuance OfPatent

The mechanisms to correct a patent - Certificate
of Correction (35 U.S.C. 255), reissue (35 U.S.C.
251), and reexamination (35 U.S.c. 305) - are not
available to withdraw or otherwise nullify the effect
of a recorded terminal disclaimer. As a general princi
pie, public policy does not favor the restoration to the
patent owner of something that has been freely dedi
cated to the public, particularly where the public inter
est is not protected in some manner - e.g.,
intervening rights in the case of a reissue patent. See,
e.g., Altoona Publix Theatres v. American Tri-Ergon
Corp., 294 U.S. 477, 24 USPQ 308 (1935).

Certificates of Correction (35 U.S.C. 255) are
available for the correction of an applicant's mistake.
The scope of this remedial provision is limited in two
ways _ by the nature of the mistake for which cor
rection is sought and the nature of theproposed cor
rection. In re Arnott, 19 USPQ2d 1049 (Comm'r Pat.
1991).The nature of themistake for which correction
is sought is limited to those mistakes that are:

(A) of a clerical nature,
(B) of a typographical nature, or
(C) of a minor character.

The nature of the proposed correction is limited to
those situations where the correction does not involve
changes which would:

(A) constitute new matter, or
(B) require reexamination.

A mistake in filing a terminal disclaimer does not
fall within any of the categories of mistake for which
a certificate of correction of applicant's mistake is
permissible, and any attempt to remove or nullify the
effect of the terminal disclaimer would typically
require reexamination of the circumstances under
which it was filed.

Although the remedial nature of reissue (35 U.S.c.
251) is well recognized, reissue is not available to cor
rect all errors. It has been the Office position that reis
sue is not available to withdraw or otherwise nullify
the effect of a terminal disclaimer recorded in an
issued patent. First, the reissue statute only authorizes
the Commissioner to reissue a patent "for the unex
pired part of the term of the original patent." Since
the granting of a reissue patent without the effect
of a recorded terminal disclaimer would result in
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extending the term of the original patent, reissue
under these circumstances would be contrary to the
statute. Second, the principle against recapturing
something that has beep intentionally dedicated to the
public dates back to Leggett v. Avery, 101 U.S. 256
(1879). The attempt to restore that portion of the
patent term that was dedicated to the public to secure
the grant of the original patent would be contrary to
this recapture principle. Finally, applicants have the
opportunity to challenge the need for a terminal dis
claimer during the prosecution of the application that
issues as a patent. "Reissue is not a substitute for
Patent Office appeal procedures." Ball Corp. v. United
States, 729 F.2d 1429, 1435, 221 USPQ 289,293
(Fed. Cir. 1984). Where applicants did not challenge
the propriety of the examiner's obvious-type double
patenting rejection, but filed a terminal disclaimer to

avoid the rejection, the filing of the terminal dis
claimer did not constitute error within the meaning of
35 U.S.C. 251. Ex parte Anthony, 230 USPQ 467 (Bd.
App, 1982), aff'd, No. 84"1357 (Fed.Cir. June 14,
1985).

Finally, thenullification of a recorded terminal dis
claimer would not be appropriate in a reexamination
proceeding. There is a prohibition (35 U.S.C. 305)
against enlarging the scope of a Claim during a reex
amination proceeding.· As noted by the Board in
Anthony, supra, if a terminal disclaimer was nullified,
"claims would be able to be sued upon for a longer
period than would the claims of the original patent.
Therefore, the vertical scope, as opposed to the hori
zontal scope (where the subject matter is enlarged),
would be enlarged."
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PTQfSB/43 (OMlO)
Approvedfor use through10/3112002.0MB0651-0031

U.S. PatentendTrademark Office;U.S. DEPARTMENT OF COMMERCE
,nsare required to respond to a ccuecncn of Information unlessit displeysa validOMBcontrolnumbUndadhaPaperworkRaductloilAct of 1995, no ..-._~

DISCLAIMER IN PATENT UNDER 37 CFR 1.321(a)

Name of Patentee Docket Number (Optional)
. . .

PatentNumber DatePatentlssued

Title of Invention

I hereby disclaim the following complete claims in the above Identified patent:____________________

--- ----------------

Theextentof my interestin said patentis (if assignee of record, state liberand page, or reel and frame,
where assignment is recorded): ___________________________________________

The fee for this disclaimer is set forth in 37 CFR1.20(d).

o Patentee claimssmallentitystatus. See37 CFR1.27.

o Small entitystatus hasalready been established in this case, and is still proper.

o A checkin the amountof the fee is enclosed.

o Payment by credit card. Form PTO·2038 is attached.

o TheCommissioner is hereby authorized to charge any feeswhich may be required or credit any
overpayment to DepositAccount No.________. I haveenclosed a duplicate copyof this sheet.

WARNING: Information on this form may become pUblic. Credit card Information should not
be Included on this form. Provide credit card Information and authorization on PTO·2038.

Signed at______, Stateof____ this _____ day01____________________, 20____.

Signature

Typed or printed nameof patentee/attomey or agentof record

Address

City, State, Zip Codeor Foreign Country as applicable

Burden HourStatement: Thisform Is estimated to take0.2 hoursto complete. Timewill varydepending uponthe needs of the individual case.Anycomments on
the amount of time you are requiredto completethis form shouldbe sent to the Chief Information Officer, U.S. Patentand Trademark Office,Washington, DC
20231. DO NOTSeNDFEESOR COMPLETED FORMS TOTHISADDRESS. SENDTO: AssistantCommissioner for Patents,Washington, DC 20231.
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PTO/SB125 (10-<10)
Approved for use through 1013112002, OMS 0651-<1031

U.S, Patent and Trademark. Office; U,S. DEPARTMENT OF COMMERCE
Under the PapelWork Reduction Act of 1995. no perSorisare requiredJo.rl!spond loa collection of information unlesl!ll displays a valid OMS control number,

TERMINAL 1:1ISCLAIMERTO OBVIA:TEA PROlfISlON",L DOllBLE PATENTING I Docket Nember (Optional)
REJECTION OVER A PENDING SECOND APPLICATION

In re Application of:

Application No.:

Filed:

For:

T~~ owrer*, ~--~-~' of percent Interest In the instant application hereby,
disclaims, except as provided below, the terminal part of the statutory term qf any patent grant~d on the Instant
application, w~lch wouldextend beyond the expiration date of the,full statutory term defined in 35U.S.C. 154to
156 and 173 as shortened by anyterminal disclaimer filed prior to the grant of any patent granted on pending
second Application Number_" ' _~_,_,,__~, filed on_ , ,~~, of any patent on the pending
second application.The owner hereby agree~ that any patent so Qrant"don, the instant application s~all be
enforceable only for and during such period that it and, any patent granted on the second, application are
commonly owned. This agreement runs with any patent granted on the instant application and is binding upon
the grant/ae, its ~uccessors or as_~i9rls.

In making the above disclaimer, Jhl! owner does not dlsclalrn the terminal part of any patent grantec:i on
the instant eppncanon that would extend tothe expiration date of thefull statutory term as defined in 35 U.S.C.
154 to 156 and 173 of any patent grarted on the second application, as shortened by any terminal dlsclatrner
filed prior to the patent grant, in the event that "ny such granted patent: expires for failure to pay a maintenance
fee, is held unenforceable, Is, found invalid by a court of competent jurisdiction, is statutorllydleclalmed In
whole or terminally dlsclalmedLln~er 37 CF'R p21, ,~as "II clalms c"nCeleq by,,a reexamination certlficat",is
reissued, or is in any manner terminated prior to the expiration Of its full statutory term as shortened by any
terminal disclaimer filed prior to its grant.

Checkeitherbox1 or 2 below, if appropriate.

1 0 Forsubmissions on behalfof an organization (e,g., corporation,:partnership,university, govemment agency,
, etc.), the undersigned is empowered to acton behalf01theorganization.

I hereby declare that all statements made herein of my own knowledge are true and that all statements
made on information and beliefare believed to be true; and further that these statements were made with the
knowledge that willful false statements and the like so made are punishable' by fine or Imprisonment, or both,
under Section 1001 of Title 18 of the United States Code and that such willful false statements may jeopardize
the validity of the application or any patent Issued thereon.

2. D The undersigned is an attorney or agentof record.

Signature

Typed or printed name

D Terminal disclaimerfee_under~7 _Cf~1.20(d) is incluct~~

WARNING:'lnfonnation<on this 'form may lJecomopubiic. C,;edit::card infcinnatlon-ahould not
be included on this form. Providecredft card information and:authorizationon'PTO·2038;

"Statement under37,CFR,3.?3(b),is required if terminal disdaimerissigned by the 8ssignee,"(Owner).
FonnPTOlSBl96 maybe_us~for making thisstatern~nt,See, MPEP §324.

Date

Burden Hour Statement: This form is estimated to lake 0,2 nours'lo complete. Time willvary depending uponlhe needs of the individual'case;A.r'IY'comments on
the amounl of time you are required to complete this form should be sent to the Chief Infannelion Officer, U.S, Patent and Trademark Office; Washington, DC
20231.00 NOT SEND FEES OR COMPLETEO FORMS TO THIS ADDRESS, SEND TO: Assistant Commissioner for Patents, Washington. DC 20231,

-".~
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PTOfSBf26 (1().OO)
Approved for use 1013112002.OMB 0651-0031

U.S. Patent end Trademark Office; U.S. DEPARTMENT OF COMMERCE
Underlhe Parwork R8dUcUonAct of 1995,"0 rsonsarei"a ulred to respond to a collectlori:ofinformetionunless it dis 18 s:a valid OMB control number.

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING Docket Number (Optionel)

REJECTION OVERA PRIOR pATENT

In re Application of:

Application No.:

Flied:

For.

,.he own19r'* , -r-_~ -r-__-r- I of __-r- p~rcentint~rest 'ln the instant >application
Ilereby disclaims, except as provided below, tile terminal part of the statutory term of any patent granted on the
instant application, wllich would extend beyond the expiration date of the full statutory term defined in 35
u.s.c. 154 to 156 and 173, as presently shortened by any terminal disclaimer, of prior Patent No.
~__~~ ..._.,_...,0 The owner hereby ag:rees thatany patent sogranted on the lnstant applfcetlcn shenbe

enfor~ableonlrfor and during suchperio~ that it and the prior patentare commonly owned, This ..agreement
I runs with any patent granted on the instant application and is binding upon the grantee, its successors or

assigns; , .

In making. the above disclaimer,. the owner does not disclaim the terminal part of.any patent granted on
the instant application that would extend to the expiration date of the full statutory term as defined in 35 U.S.C.
154 to 156 and173 of the priorpatent, as presently shortened by any I"rminal disclaimer, in the event that it
tateri explres f~r failure to pay a malntenaQc~, f£le, is held unenf9rceable,is found invalid by a court of

. competent jurisdiction, is statutorily dlsclalmed.ln wholeor terminally disclaimed under 37 CFR 1.321, has all
C!l:lif1"\s.cl3nce-led bya re~xamlnation:certlflcat~1 is reissued" or is In any .man~er terminated prior to the
expiration of its full statutory term as presently shortened. by any terminal disclaimer.

Check either box 1 or 2 below, if appropriate.

1.0 For submissions on behalf of an organization (e,g., corporatIon, partnership, university, government agency, etc.), the
undersigned is empowered joect on behalf of the organization.

I hereby declare that all statements made herein of my own knowledge are true and that all statements
made on information and belief are believed to be true; and ·further that these statements were 'made with the
knowledge that willful false. statements and the like so made are punishable by flne or imprisonment,or both,
under Section 1001 of Title 16 of the United States Code and that such willful false statements may jeopardize
the validity of the application or any patent Issued thereon.

2. D The undersigned is an attorney or agent of record,

Signature

Typed or printed name

o Tenninal disclaimer fee under 37 CFR 1.20{d) included.

WARNING: Information on this form may become public. Credit cam inforinirtlcmshould not
be Included on this form. Provide credit card In(ormatlon and authorization on PTO~2038.

"Statement under 37 CFR 3.73(b) is required iUenninal disclaimer is sig'ned by the assignee (owner). '
Fonn PTO/SB196 may be used.for making this certification. See MPEP § 32.:$.

Date

Burden Hour Statement: This form Is estimated to take 0.2 hours to complete. Time w!U,vary,dElpending upon the needs of the individual case.' Any comments on
the amount (If time you ere: requJredto complete this form stl0u1d be se:nt to the Chief lnformati,on Offi.cer.U.S. Patent and Trademar~ Office,Washington. DC
20231. 00, NOT .SEND .FEES OR COMPLETED FORMS ..TO THIS. ADDRESS. SEND TO: AsSistant Commlssloner. for Patents, Box Patent Application,

Washington"DC20231.

"
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1501 Statutes and Rules Applicable

The right to a patent for a design stems from:

35 U.S.c. 171. Patents for designs. . <
Whoever invents any new, original and ornamental design for

an article of manufacture may obtain a patent therefor, subject to
the conditions and requirements of this title.

'The provisions of this title relating to patents for inventions
shall apply to patents for designs, exceptas otherwise provided.

37 CFR 1.151. Rules applicable.
The rules relating to applications for patents for other invcn

tions or discoveries are also applicable to applications for patents
for designs except as otherwise provided.

37 CPR 1.152-1.155, which relate only to design
patents, are reproduced in the sections ofthis chapter,

It is noted that design patent applications are not
included in the Patent Cooperation Treaty (PCT), and
the procedures followed for PC'rinternational appli-

cations are not to be followed for design patent appli
cations.

The practices set forth in other chapters of this
Manual of Patent Examining Procedure (MPEP) are
to be followed in examining applications for design
patents, except as particularly pointed out in the chap
ter.

1502 . Definition of a Design

In a design patent application, the subject matter
which is claimed is the design embodied in or applied
to an article of manufacture (or portion thereof) and
not thearticle itself-Ex parte Cady, 1916 C.D. 62,
232 O.G. 621 (Comm'r Pat. 1916)."[35 U.S.C.] 171
refers, not to the design of an article, but to the design
for an article, and is inclusive of ornamental designs
of all kinds including surface ornamentation as well
as configuration of goods." In re Zahn; 617 F.2d 261,
204 USPQ988 (CCPAI980).

The design for an article consists ?fthe visual char
acteristics embodied in or applied to an article.

Since a designis manifested in appearance, the sub
ject matter of a design patent application may relate to
the configuration or shape of an article, to the surface
ornamentation applied to an article, or to the combina
tion of configuration and surface ornamentation.

Design is inseparable from the article to which it is
applied and.cannot exist alone merely as a scheme of
surface ornamentation. It must be a definite, precon
ceived thing, capable of reproduction and not merely
the chance result of a method.

'f{ 15.42 Visual Characteristics
The-designfor an article consists of the visual characteristics or

aspect displayed bythe article. It -is the' appearance presented by
the article which creates an impressionthrough the eye upon the
mind of the observer.

'f{ 15.43 Subject Matter ofDesign Patent
Since a designis manifested in appearancc.. the subject matter

of a: Design Patent. may relate to the configuration or shape of.an
article.to the surface ornamentation on anarticIe,orto both.

1502.01 Distinction Between Design
and Utility Patents

In general terms, a "utility patent" protects the way
an article is used and works (35 U.S.c. 101), while a
"design patent" protects the way an article looks
(35 U.S.C. 171). The ornamental appearance for an
article includes its vshape/configuration or surface.
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ornamentation upon the article, or both. Both design
and utility patents may be obtained on an article if
invention resides both in its utility and ornamental
appearance.

While utility and design patents affordlegally sepa
rate protection, the utility and ornamentality of an
article may not be easily separable. An invention may
have a blend of functional aspect and ornamental
design.

Some of the more common differences between
design and utility patents are summarized below:

(A) The term of a utility patent on an application
filed on or after June 8, 1995 is 20 years measured
from the U.S. filing date; or if the application contains
a specific reference to an earlier application under
35 U.S.C. 120, 121, or 365(c), 20 years from the earli
est effective U.S. filing date, while the term of a
design patent is 14 years measured from the date of
grant (see 35 U.S.c. 173).

(B) Maintenance fees are required for utility pat
ents.(see 37 CFR 1.20), while no maintenance fees are
required for design patents.

(C) Design patent applications include only a sin
gle claim, while utility patent applications can have
multiple claims.

(D) Restriction between plural, distinct inventions
is discretionary on the part of the examiner in utility
patent applications (see MPEP § 803), while it is man
datory in design patent applications (see MPEP
§ 1504.05).

(E) An international application naming varions
countries may be filed for utility patents under the
Patent Cooperation Treaty (PCT), while no such pro
vision exists for design patents.

(F) Foreign priority under 35 U.S.C. 119(a)-(d)
can be obtained for the filing of utility patent applica
tions up to I year after the first filing in any country
subscribing to the Paris Convention, while this period
is only 6 months for design patent applications (see
35 U.S.C. 172).

(0) Utility patent applications may claim the ben
efit of a provisional application under 35 U.S.C.
119(e) whereas design patent applications may not.
See 35U.S.C. 172 and 37 CFR 1.78 (a)(4).

(H) A Request for Continued Examination (RCE)
under 37 CFR 1.114 may only be filed in utility and
plant applications filed under 35 U.S.c. 111(a) on or

after June 8, 1995, while RCE is not available for
design applications (see 37 CFR 1.114(e».

(I) Continued prosecution application (CPA)
practice under 37 CFR 1.53(d) is available for design
applications regardless of the filing date of the prior
application, but is available for utility and plant appli
cations only where the prior application has a filing
date prior to May 29, 2000 (see 37 CFR 1.53(d)(I)(i)).

(J) Utility patent applications filed on or after
November 29,2000 are subject to application publica
tion under 35 U.S.C. 122(b)(I)(A), whereas design
applications are riot subject to application publication
(see 35 U.S.C. 122(b)(2».

Other distinctions between design and utility patent
practice are detailed in this chapter. Unless otherwise
provided, the rules for applications for utility patents
are equally applicable to applications for design pat
ents (35 U.S.C. 171 and 37 CFR1.15l).

1503 Elements of a Design Patent
Application

A design patent application has essentially the ele
ments required of an application for a utility patent
filed under 35 U.S.C. 101 (see Chapter 600). The
arrangement of the elements of a design patent appli
cation and the sections of the specification are as
specified in 37 CFR 1.154. .

A claim in a specific form is a necessary element of
a design patent application. See MPEP § 1503.03.

A drawing is an essential element of a design patent
application. See MPEP § 1503.02 for requirements
for drawings:

1503.01 Specification

37 CFR 1.153. Title, description and claim, oath or
declaration.

(a)The title of the design must designate the particular article.
No description, other than a reference to thedrawing, is ordinarily
required. The claim shall be in formal terms to the'ornamental
design for theartic1e(specifying name) as shown, oras shown and
described. More than 'one claimis neither required norpermitted.

(b)The oath or declaration required of the applicantmust com
ply with § 1.63.

37 CFR 1.154. Arrangement of application elements in a
design application.

(a) The elements of the' design application, if applicable,
should appearin the following order:
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(1) Design application.transmittal form.
(2) Fee transmittal form.
(3) Application data sheet (see § 1.76).
(4) Specification.
(5)" Drawingsor photographs.
(6) Executed oath or declaration (see § 1.153(b».

(b) The specification should include the following sections
in order:

(1) Preamble, stating the name of the applicant,- title of
the design, and a brief descriptionof the nature and intended use
of thearticle inwhichthedesignisembodied;

(2) Cross-reference to related applications (unless
included in the applicationdatasheet).

(3) Statement regarding federally sponsoredresearch or
development.

(4)-Description of thefigure or figures of the drawing.
(5). Feature description.
(6) A single clahn.

(c) The text of the specification sections defined in para
graph (b) of this section, if applicable, should be preceded by a
section'heading in uppe:rcase letters without underlining or bold
type.

'f[ 15.05 Design Patent Specification Arrangement
The following 'order or arrangement should be 'observed in

framing a design patent. specification:
(1) Preamble, stating 'name of the applicant.. title of the

design, and a brief description of the nature and intended use of
the article in which the design is embodied.

(2) Cross-reference to related applications unless included
in the applicationdatasheet.

(3) Statement regarding federally sponsored research or
development.

(4) Description of the figure or figures of the drawing.
(5) Feature Description,if any.
(6) A single claim.

I. PREAMBLE AND TITLE

A preamble, if included, should state the name of
the applicant, the title of the design, and a brief
description Of the nature and intended use of the arti
cle in which the design is embodied (37 CFR 1.154).

The title of the design identifies the article in which
the design is embodied by thenamegenerally known
and used by the public but it does not define the scope
of the claim. See MPEP § 1504.04, ~ubsection LA.
The title may be directed to the entire article embody
ing the design wh\le the claimed designshown in full
lines in the drawings may be directed to only a portion
of the article. However, the title may not be directed
to less than the claimed design.shown in full lines in
the drawings. A title descriptive' of the actual article
aids the examiner in developing a complete field of
search of the prior. art and further aids in the proper

assignment of new applications to the appropriate
class, subclass, and patent examiner, and the proper
classification of the patent upon allowance of the
application. It also helps the public in understanding
the nature and use of the article embodying the design
after the patent has been issued. For example, a broad
title such as "Adapter Ring" provides little or no
information as to the nature and intended use of the
article embodying the design. Ifa broad title is used,
the description of the nature and intended use of the
design may be incorporated into the preamble. Absent
an amendment requesting deletion of the description,
it would be printed on any patent that would issue.

When a design is embodied in an article having
multiple functions or comprises multiple independent
parts or articles that interact with each other, the title
must clearly define them as a single entity, for exam
ple, combined or combination, set, pair, unit assem
bly.

Since 37 CFR 1.153 requires that the title must d"s
ignate the particular article, ~nd since the claim must
be in formal terms to the "ornamental design for the
article (specifyingname) as shown, or as shown and
described," the title and claim must correspond.\Vhen
the title and claim do not correspond, the title should
be objected to under 37 CFR 1.153 as notcorrespond
ing to the claim,

However, it is emphasized that, under the second
paragraph of 35 U.S.C. 112, the claim defines "the
subject matter which the applicant regards as his
invention" (emphasis added); that is, the ornamental
design to be embodied in or applied to an article.
Thus, the examiner should afford the applicant sub"
stantiallatitude in the language of the title/claim.The
examiner should only require amendment of the title!
claim if the language is clearly misdescriptive, inac
curate, or unclear (i.e., the language would result in a
rejection of the claim under 35 U.S.C. 112, second
paragraph; see MPEP § 1504.04, subsection II). The
use of language such as "or the like" or "or similar
article" in the title when directed to the environment
of the article embodying the design will not be the
basis for a rejection of the claim under 35 ueS.C. 112;
second paragraph. Such .language is improper only
when used to. broaden the article, per se, which
embodies the design. An acceptable title would be
"door for cabinets, houses, or the like," while the title
"door or the like" would be unacceptable and the

1500_3 August 2001



1503.01 MANUAL OF PATENT EXAMIN1NG PROCEDURE

claim will be rejected under 35 U.S.C. 112, second
paragraph. Ex parte Pappas, 23 USPQ2d 1636 (Bd.
Pat. App. & Inter. 1992). See also MPEP § 1504.04;
subsection II.

Amendments to the title, whether directed to the
article in which the design is embodied or its environ
ment, must have antecedent basis in the original dis
closure and may not introduce new matter. Ex parte
Strijland, 26 USPQ2d 1259 (Bd. Pat. App. & Inter.
1992). If an amendment to the title is directed to the
environment in which the design is used and the
amendment would introduce new matter, the amend
mentto the title must be objected to under 35 U.S.c.
132. If an amendment to the title is directed to the arti
cle in which the design is embodied and the amend
ment would introduce new matter, in addition to the
objection under 35 U.S.C. 132, the claim must be
rejected under 35 U.S.c. 112, first paragraph.

Any amendment to the language of the title should
also be made at each occurrence thereof throughout
the application, except in the oath or declaration. If
the title of the article is not present in the original fig
ure de~criptions, it is not necessary to incorporate the
title into the descriptions as part of any amendment to
the language of the title.

'Jf 15.05.01 Title ofDesign 1nvention
The title of a design being claimed must correspond to the

name of the article in which the design is embodied or applied to.
See MPEP § 1503.01.

'Jf 15.59 Amend Title
For [1], the title [2] amended throughout the application, origi

nal oath or declaration excepted, to read: [3]

Examiner Note:
1. In,bracket 1, insert reaSOIL
2. In bracket 2, insert -cshould be-. or -chas been--.

II. . DESCRIPfION

No description of the design in the specification
beyond a brief description of the drawing is general1y
necessary, since as a rule the illustration in the draw
ing views is its own best description. However, while
not required, such a description is not prohibited and
may be incorporated, at applicant's option, into the
specification or may be provided in a separate paper.
Descriptions of the figures are not required to be writ
ten in any particular format, however, if they do not
describe the views of the drawing clearly and accu
rately, the examiner should object to the unclear and!

or inaccurate descriptions and suggest language which
is more clearly descriptive of the views.

In addition to the figure descriptions, the fol1owing
types of statements are permissible in the specifica
tion:

(A) Description of the appearance of portions of
the. claimed design which are not illustrated in the
drawing disclosure. Such a description, if provided,
must be in the design application as original1y filed,
and may not be added by way of amendment after the
filing of the application as it would be considered new
matter.

(B) Description disclaiming portions ofthe article
not shown in the drawing as forming no part' of the
claimed design.

(C) Statement indicating the purpose of broken
lines in. the drawing, for example, environmental
structure or boundaries that form no part of the design
to be patented.

(D) Description denoting the nature and environ
mental use of the claimed design, if not included in
the preamble pursuant to 37 CFR 1.154 and MPEP
§ 1503.01, subsection I.

It is the policy of the Office to attempt to resolve
questions about the nature and intended use of the
claimed design prior to examination by making a tele
phone inquiry at the time of initial docketing of the
application. This wil1 enable. the application to be
properly classified and docketed to the appropriate
examiner and to be searched when the. application
comes up for examination in its normal course with
out the need for a rejection under 35 U.S.c. 112 prior
to a search of the prior art. Explanation of the nature
and intended use, of the article may be added to the
specification provided it does not constitute new mat
ter. It may alternately, at applicant's option, be sub
mitted in a separate paper without amendment of the
specification.

(E) A "characteristic features" statement describ
ing a particular feature of the design that is considered
by applicant to be a feature ofnovelty or nonobvious
ness over the prior art (37 CFR 1.71(c».

This type of statement may not serve as a basis for
determining patentability by an examiner. In deter
mining the patentability of a design, it is the overal1
appearance of the claimed design which must be
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taken into consideration. In reRosen, 673 F.2d 388,
213 USPQ 347 (CCPA 1982); In re Leslie, 547 F.2d
116, 192 USPQ 427 (CCPA 1977). Fnrthermore, the
inclusion of such a statement in the specification is at
the option of applicant and will not be suggested by
the examiner.

'f[ 15.47 Characteristic Feature Statement
A "characteristic features" statement describing a particular

feature of novelty or unobviousness in the claimed design may be
permissible in the specification.vSiich a statement should be in
terms. such as "The characteristic feature of the design resides in
[1]," or ifcombined with one of the Figure descriptions, interms
such as "the characteristicfeature of which resides in [2J." While
considerationof the claim goes.to the:total or overalla:ppearanc~,

the use .of a "characteristicfeature" statement may serve,J:;tter to
limit the claim (McGrady v. Aspenglas Corp., 487 F. Supp. 859,
208 USPQ 242 (S.D.N.Y. 1980».

Examiner Note:
In brackets 1 and 2, insert brief but accurate description of the

design.

'f[ 15.47.01 Feature Statement Caution
The .inclusion of a feature statement in the' specification is

noted. However; the. patentability .of the claimed .design is not
based on -the specified feature but rather on a comparison ofthe
overall: appearance of the, ,<l~sign with the prior art In re Leslie,
547 F.2d 116, 192 USPQ 427 (CCPA 1977).

The following types of statements are not permissi
ble in the specification:

(A) A disclaimer statement directed toanypor
tion of the claimed design that is shown in solid lines
in the drawings is not permitted in the specification of
an issued design patent. However, the disclaimer
statement may be included in the design application
as originally filed to provide antecedent basis for a
future amendment. See Ex parte Remington, 1140.G.
761, 1905C.D. 28 (Comm'r Pat. 1904); InreBlum,
374 F.2d 904, 153 USPQ 1n (CCPA 1967).

(B) Statements'which describe or suggest other
embodiments of the claimed design which are not
illustrated in the drawing disclosure, except one that is
a mirror image ofthat shown, are not permitted in the
specification of an issued design patent. However,
such statements may be included in the design appli
cation as originally filed to provide antecedent basis
for a future amendment. In addition, statements which
attempt 10 broaden the scope of the claimed design
beyond that which is shown in the drawings are not
permitted.

(C) Statements describing matters which are
directed to function unrelated to the design.

'f[ 15.46.01 Impermissible Special Description
Thespecialdescription,in~ludedin thespecificati?D i~,impe:r::

missib1e because [1]. See MPEP § 1503.01, subsection II. There
fore, the description should' be canceled as any description of the
design' ill, the-specification, other than' a brief description', of the
drawing, is-generally not necessary, since as a general-rule" the
illustration in-the drawing views is its. own best description.

Examiner Note:
In bracketl, insertthe reason why the specialdescriptionIs

improper.

'f[15.60 A~e~dAllFigure Descriptions
Fur [11, the figure descriptions [21 amended to read: [3]

Examiner Note:
1. In bracket 1, insert reason.
2. In bracket 2, insert --should 00-- or --have been-.
3. In bracket 3, insert amended text.

'f[ 15,61 Amend Selected Figure Descriptions
For [1], the description(s) of Fig(s). [2] [3] amended to read:

[4]

Examiner Note:
1. In bracket.I, insert reason.
2. In bracket 2,. insert selected Figure descriptions.
3. In bracket 3, insert --should be-- or --have been-.
4. In bracket q, insert amended text.

1503.02 DraWing

37 CFR 1.152. Design drawings.
The design must be represented by a drawing that complies.

with the requirements of § 1.84 and must contain a sufficient num
ber of views to constitute, a cOI11plet~(lisclo~ure of the,appearance
of the design. Appropriate and adequate surface shading should be
used to' show the character or contourof the surfaces represented!
Solid black surface shading is not permitted except when used-to'
represent the color black as well as color contrast. Broken lines
may be used to show visible.environmental structure, but may not
be used' to sho~,hid<len planesand surfaces that cannot.beseen
through-opaque' materials. Alternate positions ofa desigl1colllPonent, illu~trated by ~ull and broken lines in ,the same view are not
permitted' In,a design drawing, Photographs and ink drawings are
not permitted to be combined as formal drawings in one applica-.
tion. Photographs submitted: in lieu-.of .ink. drawings, in, design
paten~ applications must not disclose environmental. structure but
must be limited to the design claimedfor the article. '

Every design patent application must include either
a drawing or a photograph of the claimed design. As
the drawing or photograph constitutes the entire
visual disclosure of the claim, it is of utmost impor
tance that the drawing or photograph be clear and
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complete, and that nothing regarding the design
sought to be patented is.left to conjecture,

When inconsistencies are found among the views,
the examiner should object to the drawings and
request thattheviewsbe made consistent. Ex parte
Asano, 201 USPQ 315, 317 (Bd. Pat. App. & Inter,
1978); Hadco Products, Inc. v. Lighting Corp, of
America Inc., 312 F, Supp. 1173, 1182, 165 USPQ
496, 503 (E.D, Pa. 1970), vacated on other grounds,
462 F,2d 1265, 174 USPQ 358 (3d Cir. 1972). When
the inconsistencies are of. such magnitude that the
overall appearance of the design is unclear, the claim
should be rejected under 35 U.S.C.112, first para;
graph, as nonenabled. See MPEP § 1504.04, subsec
tion LA,

Form paragraph 15.48 may be used to notify appli
cant of the necessity for good drawings.

'Jl 15A8 Necessity for GoodDrawings
The necessity for good drawings in a design patent application

cannot be overemphasized. As-the drawingconstitutes thewhole
disclosure of the,design; it is of utmost .importance that it-be, so
well executed both as to clarity of showing and completeness, that
nothing regarding the design sought to be patented is left to con
jecture. An insufficient drawing may be fatal 'to validitf(-35
U.S.c. 112, first paragraph). Moreover, -an insufficient drawing
may have a negative effect with respect to the effective filing date
of a continuing application.

In addition to the criteria setforthin .37 CFR1.81,
1.88, design drawings must also comply with 37 CFR
1.152 as follows:

I. VIEWS

The drawings or photographs should containa suf
ficient number of views. to disclose the complete
appearance of the design claimed, which may include
the front, rear, top, bottom and sides. Perspective
views are suggested and may be submitted to clearly
show the appearance of threedimensional designs, If
a perspective view is submitted,the surfaces .shown
would normally not be required to be illustrated in
other views if these 'surfaces are clearly understood
and fully disclosed in the perspective.

Views that are merely duplicative of other views of
the design or that are flat arid include no omamental
ity may be omitted from the drawing ifthe specifica
tion makes this explicitly clear. See MPEP § 1503m,
subsection II. For example, if the left and right sides
of a design are identical or a mirror image, a view
should be provided of one side and a statement made

in the drawing description that the other side is identi
calor a mirror image. If the design has a flat bottom, a
view of the bottom may be omitted if the specification
includes a statement that the bottom is flat and unor
namented. The term "unornamented" should not be
used to describe visible surfaces which include struc
ture that is clearly not flat. Philco Corp. v. Admiral
Corp" 199 F, Supp. 797, 131 USPQ 413 (D. Del.
1961).

Sectional views presented solely for the purpose of
showing the internal construction or functionall
mechanical features are unnecessary and may lead to
confusion as to the scope of the claimed design. Ex
parte Tucker, 1901 CD. 140, 970,0, 187 (Comm'r
Pat 1901); Ex parte Kohler, 1905 C.D.192, 116 O.G.
1185 (Comm'r Pat. 1905). Such views should be
objected to under 35 U.S.C. 112, second paragraph,
and their cancellation should be required, However,
where the exact contour or configuration of the exte
rior surface of a claimed design is not apparent from
the views of the drawing, and no attempt is made to
illustrate features of internal construction, a sectional
view may be included to clarify the shape of said
design. Ex parte Lohman, 1912 CD, 336,184 O.G.
287 (Comm'r Pat. 1912). When a sectional view is
added during prosecution, the examiner must deter
mine whether there is antecedent basis in the original
disclosure for the material shown in hatching in the
sectional view (37 CFR 1.84(h)(3) and MPEP
§ 608,02),

II. SURFACE SHADING

While surface shading is not required under 37
CFR 1.152, itmay be necessary in particular cases to
shade the figures to show clearly the character and
contour of all surfaces of any 3-dimensional aspects
of the design. Surface shading is also necessary to dis
tinguish between any open and solidareas of the arti
cle. However, surface shading should not be used on
unclaimed subject matter, shown in broken lines, to
avoid confusion as to the scope of the claim.

Lack of appropriate surface shading in the drawing
as filed may render the design nonenabling under 35
U.S.C. 112, first paragraph, Additionally, if the sur
face shape is not evident from the disclosure as filed,
the addition of surface shading after filing may com
prise new matter. Solid black surface shading is not
permitted except when used to represent the color
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black as well as color contrast. Oblique line shading
must be used to show transparent, translucent and
highly polished or reflective surfaces, such as a mir
ror. A coutrast in materials may be shown by using
line shadiug and stippling to differeutiate between the
areas; such technique broadly claims this surface
treatment without being limited to specific colors or
materials.

Form paragraph 15.49 may be used to notify appli
cant that surface shading is necessary.

'f[ 15.49 Surface Shading Necessary

The drawing figures should be appropriately and adequately
shadedto show clearly the character and/or contourof all surfaces
represented. See 37 CFR 1.152. This isof particular importance
in the showing of three (3) dimensional articles where. it is neces
sary to delineate plane, concave, convex, raised, and/or depressed
surfaces of the subject matter, and to distinguish between open
and closed areas.: Solid black surface shading is not permitted
exceptwhen usedtorepresent thecolorblackas well ascolorcon
trast.

III. BROKEN LINES

The two most commou uses of broken lines are to
disclose the environment related to the claimed design
and to define the bounds of the claim.. Structure that is
uotpart of the claimed design, but is considered nec
essary to show the environment in which the design is
associated, may be represented in the drawing by bro
ken lines. This includes any portion of au article in
which the design is embodied or applied to that is not
considered part of the claimed design. In re Zahn, 617
F.2d 261,204 USPQ 98.8 (CCPA1980). A broken line
showiug is for illustrative purposes only and forms no
part of the claimed design or a specified embodiment
thereof. A boundary line may be shown in broken
lines if it is not intended to form part of the claimed
design. Applicant may choose to define the bounds of
a claimed design with broken lines when the bound.
ary does not exist in reality in the article embodying
the design. It would be understood that the claimed
design extends to the boundary but does not include
the boundary. Where no boundary line is shown in a
design application as originally filed, but it is clear
from the design specification that the boundary of the
claimed design is a straight broken line connecting the
ends of existiug full lines defining the claimed desigu,
applicant may amend the drawing(s) to add a straight
broken line connecting the ends of existing full lines

defining the claimed subject matter. Any broken line
boundary other than a straight broken line may consti
tute new matter prohibited by 35 U.S.c. 132 and 37
CFR 1.121(t).

However, broken lines are not permitted for the
purpose of indicating that a portion of an article is of
less importance in the design. In re Blum, 374 F.2d
904, 153 USPQ 177 (CCPA 1967). Broken lines may
not be used.to show hidden planes and surfaces which
cannot be seen through opaque materials. The use of
broken lines indicates that the environmental structure
or the portion of the .article depicted in broken lines
forms no part of the design, andis not to indicate the
relative importance of parts of a design.

In general, when broken lines are used,they should
not intrude upon or cross the showing of the claimed
design and should not be of heavier weight than the
lines used in depicting the claimed design.When bro.
ken lines cross over the full line showing of the
claimed design and are defined as showing environ
ment, it is understood that the surface which lies
beneath the broken lines is part of the claimed design.
When the broken lines crossing over the design are
defined as boundaries, it is understood that the area
within the broken lines is not part of the claimed
design. Therefore, when broken lines are used which
cross over the full line showing of the design, it is crit
ical that. the description of the broken lines in the
specification explicitly identifies their purpose so that
the scope of the claim is clear. As it is possible that
broken lines with different purposes may be included
in a single application, the description must make
a visual distinction between the two purposes; such as
--The broken lines immediately adjacent the shaded
areas represent the bounds of the claimed design
while all other broken lines are for illustrative pur.
poses only; the broken lines form no part of the
claimed design.-- Where a broken line showing of
environmental structure must necessarily cross or
intrude. upon the representation of the claimed design
and obscures a clear understanding of the design, such
an illustration should be included as a separate figure
in addition to the other figures which fully disclose
the subject matter of the design. Further, surface shad
ing should not be used on unclaimed subject matter
shown in broken lines to avoid confusion as to the
scope of the claim.
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The following form paragraphs may be used, where
appropriate, to notify applicant regarding the use of
broken lines iii the drawings.

'f[ 15.50 Design Claimed Shown in Full Lines
The ornamental design which is being claimed must be shown

in solid lines in the drawing. Dotted lines for the purpose of indi

cating unimportant or immaterial features" of the de~ig~ ,. are not
permitted. There are no portions of a claimed design which are
immaterial or unimportant. See In re Blum, 374E2d 904, '153
USPQ 177(CCPA 1967) and In reZahn; 617 F.2d 261, 204 USPQ
988 (CCPA 1980).

'f[ 15.50.01 Use ofBroken Lines in Drawing
Environmental structure may 'be illustrated by' broken lines in

the drawing if clearly designated as.environment in the specifica
tion. See 37 CPR 1.152 and MPEP § 1503.02, subsection Ill.

'f[ 15.50.02 Description ofBroken Lines
The following statement must be used to describe the broken

lines on the drawing (MPEP § 1503.02, subsection IlI):
--. The 'broken line showing of [1] is' for illustrative purposes

only and forms no part of the claimed design. --
The above statement [2] inserted in the specification preceding

the claim.

Examiner Note:
1. In bracketI, insert name of structure.
2. Inbracket 2, insert <must be-c or.v-has been-c.

'f[ 15.50.03 Objectionable Use of Broken Lines In

Drow~s .
Dotted lines or broken lines used for environmental structure

should not cross or intrude upon the representation of the claimed
design for which design protection is sought.vSuch dotted lines
may obscure the claimed design and render .the.disclosure indefi
nite (35 U.S.C:;. 112).

'f[ 15.50.04 Proper Drawing Disclosure With Use ofBroken
Lines

Where broken lines showing environmental structure, obscure
the full line, disclosure of the claimeddesign, a separate figure
showing the broken lines must be included ill the drawing in addi
tion to the figures showing only ~laim~d subject inatter,'35 U.S.C.
112, first paragraph.

'f[ 15.50.05 Description of Broken Lines as Boundary of
Design

The following statement must be used to describe the broken
line boundary of a design (MPEP § 1503.02, subsection Ill):

-- The broken line(s) which define the bounds of-the claimed
design form no part thereof.--

IV. SURFACE TREATMENT

The ornamental appearance of a design foran arti
cle includes its shape and configuration as well as any
indicia, contrasting color or materials, graphic repre-

sentations, or other ornamentation applied to the arti
cle ("surface treatment"). Surface treatment must be
applied to or embodied in an article of manufacture.
Surface treatment, per se (i.e., not applied to or
embodied ina specific article of manufacture), is not
proper subject matter for a design patent under 35
U.S.C. 171. Surface treatment may either be disclosed
with the article to which it is applied or in which it is
embodied and must be shown in full lines or in broken
lines (if unclaimed) to meet the statutory requirement.
See MPEP § 1504.01. The guidelines that apply for
disclosing computer-generated icons apply equally to
all types of surface treatment. See MPEP
§ 1504.01(a).

A disclosure of surface treatment in a design draw
ing or photographwill normally be. considered as
prima facie evidence that the inventor considered the
surface treatment shown is an integral part of the
claimed design. An amendment canceling two-dimen
sional surface treatment or reducing it to broken lines
will be permitted if it is clear from the application that
applicant had possession of the basic design without
the surface treatment at the time of filing of the appli
cation. See In 're Daniels, 144 F.3d 1452, 1456-57,46
USPQ2d 1788, 1790 (Fed. Cir. 1998). Applicant may
remove surface treatment shown in a drawing or pho
tograph of a design without such removal being
treated as new matter, provided that the surface treat
ment does not obscure or override the. underlying
design. The removal of three-dimensional surface
treatment that is an integral part of the configuration
of the claimed design, for example, removal of bead
ing, grooves, and ribs, will introduce prohibited new
matter as the underlying configuration revealed by
this amendment would not be apparent in the applica
tion as originallyfiled. See MPEP § 1504.04, subsec
tion LB.

V. PHOTOGRAPHS AND COLOR DRAW
INGS

Drawings are normally required to be submitted in
black ink on white paper. See 37 CFR 1.84(a)(I). Pho
tographs are acceptable only in applications in which
the invention is not capable of being illustrated in an
ink drawing or where the invention is shown more
clearly in a photograph (e.g., photographs of orna
mental effects are acceptable). See also 37 CFR
1.81(c) and 1.83(c), and MPEP § 608.02.
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Photographs submitted in lieu of ink drawings must
comply with 37 CFR 1.84(b). Only one set of black
and white photographs is required. Color photographs
and color drawings may be submitted in design appli
cations if filed with a petition under 37 CFR
1.84(a)(2). Petitions to accept color photographs or
color drawings will be considered by the Supervisory
Patent Examiner. A grantable petition under 37 CFR
1.S4(a)(2) must explain why the color drawings or
color photographs are necessary and must be accom
panied by: (I) thefee set forth in 37 CFR 1.17(h); (2)
three sets of the color photographs or color drawings;
and (3) an amendment to the specification inserting
the following statement --The file of this patent con
tains at least one drawing/photograph executed in
color. Copies of this patent with color drawing(s)/pho
tograph(s) will be provided by the Office upon request
and payment of the necessary fee.-- See 37 CFR
1.84(a)(2)(iv) and MPEP § 608.02. The U.S. Patent
and Trademark Office has waived 37 CFR
1.84{a)(2)(iii), and is no longer requiring a black and
white photocopy of any color drawing or photograph.
See 1246 O.G. 106 (May 22, 2001). If the photographs
are not of sufficient quality so that all details in the
photographs are reproducible, this will form the basis
of subsequent objection to the quality of the photo
graphic disclosure. No application will be issued until
objections directed to the quality of the photographic
disclosure have been resolved and acceptable photo
graphs have been submitted and approved by the
examiner. If the details, appearance and shape of all
the features and portions of the design are not clearly
disclosed in the photographs, this would form the
basis of a rejection of the claim under 35 U.S.C. 112,
first paragraph, as nonenabling.

Photographs and ink drawings must not be com
bined in a formal submission of the visual disclosure
of the claimed design in one application. The intro
duction of both photographs and ink drawings in a
design application would result in a high probability
of inconsistencies between corresponding elements on
the ink drawings as compared with the photographs.

When filing informal photographs or informal
drawings with the original application, a disclaimer
included in the specification or on the photographs
themselves may be used to disclaim any surface orna
mentation, logos, written matter, etc. which form no

part of the claimed design. See also MPEP § 1504.04,
subsection I.E.

Color photographs and color drawings may be sub
mitted in design applications if filed with a petition
under 37 CFR1.84(a)(2). Color may also be shown in
pen and ink drawings by lining the surfaces of the
design for color in accordance with .the symbols in
MPEP § 608.02. If the formal drawing in an applica
tion is linedfor color, the following statement should
be inserted in the specification for clarity and to.avoid
possible confusion that the lining may be. surface
treatment --The drawing is lined for color.-- However,
lining a surface for color may interfere with a clear
showing of the design as required by 35 U.S.C. 112,
first paragraph, as surface shading cannot be used to
define the contours of the design.

If color photographs or color drawings are filed
with the original application; color will be considered
ali integral part of the disclosed and claimed design.
The omission of color in later filed formal photo
graphs or drawings will be permitted if it is clear from
the application that applicant had possession of the
basic desigtt without the color at the time of filing of
the application. See In re Daniels, 144 F.3d 1452,
1456'57,46 USPQ2d 1788, 1790 (Fed. Cir. 1998) and
MPEP 1504.04, subsection I.E. Note also 37 CFR
1.152, which requires that the disclosure in formal
photographs be limited to the design for the article
claimed.

'f{ 15.05.03 Drawing/Photograph Disclosure Objected To
The drawing/photograph disclosure is objected to [1].

Examiner Note:
In bracket 1, insert statutory or regulatory basis for objection

and an explanation.

'f{ 15.05,04 Photoprints for Proposed Drawing Corrections
Photoprint(s) showing the proposed corrections highlighted,

preferably in red ink, must be submitted for the examiner's
approval. Care should be exercised to avoid introduction of new
matter (35 U.S.c. 132; 37 CFR 1.121). In lieu of proposed cor
rections, formal drawings including any corrections may be sub
mitted.

'f{ 15.05.041 Informal Color Drawing(s)/Photograph(s)
Submitted

Informal color photographs or drawings have been submitted
for the purposes of obtaining a filing date. When formal drawings
are submitted, any showing of color in a black and white drawing
is limited, to the symbols used to line a surface to show color
(MPEP §. 608.02). Lining entire surfaces of a .design to show
color(s) may interfere with a clear showing of the design. as
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required by 35 U.S.C. 112 because surface. shadiug cannot be used
simultaneously to define the contours of those surfaces. However,
a. surface may be. partially lined for color with a des,cription that
the color extends across the entire surface; 'this techIlique would
allow for the use of shading on the rest of the surface showing the
contours of the design (37 CPR 1.152)..In the alteniative, a sepa
rate view, properly shaded to show the contours of the design but
omitting the color(s), may be submitted if identified as shown
only for clarity (If illustration.

In any drawing lined for color, the following special descrip
tion must be inserted in the specification (the specific colors may
be identified for clarity);

--The drawing is 'lined for color.--

However, some :designs disclosed in informal color photo
graphs/drawings cannot be depicted in black and white drawings
lined for color. For example, a design may includemultiple shades
of a single color which cannot be accm;ately represented by, the
singlesymbol for aspecific color. Or, the color maybe a shade
other than a true primary or secondary color as represented by the
drafting symbols and lining-the drawing withone of the drafting
symbols would not be an exact representation of the design as
originally disclosed. In these situations, applicant. may file apeti
tion to accept formal color drawings or color photographs, under
37 CPR 1.84(a)(2).

'If 15.05.05 Drawing Correction Required Prior/a Appeal
Any appeal of the design claim must include the proposed cor

rection of the drawings approved by the examiner in accordance
with Ex parte Bevan, 142 USPQ 284 (Bd. App. 1964), and must
follow the procedure set forth in the PTO-1474 'attached to Paper
No. [1].

Examiner Note:
This form paragraph can be used in a FINAL rejection where

an outstanding requirement for a drawing correction has not been
satisfied.

'If 15.07 Avoidance ofNew Matter
When preparing new drawings in compliance with the require

ment therefor, care must be exercised to avoid introduction of
anything which could be construed to be new matter prohibited by
35 U.S.c. 132 and 37 CFR 1.121.

'If 15.45 Color Photographs/Drawings As informal
Drawings

For filing date, purposes" in those design, patent, applications
containing color, photographs/drawings contrary-to the require
ment for ink drawings or black and white photographs, the Office
of Initial Patent Examination has been authorized to construe -the
color photographs/drawings as informal drawings rather than to
hold the applications incomplete as filed. By so doing, the Patent
and Trademark Office can accept the applications without requir
ing applicants to file petitions to obtain the original-deposit date as
the filing date. However,color photographs or color drawings are
not permitted in design applications in the absence of a grantable
petition pursuant to 37 CPR 1.84(a)(2). Before the color photo
graphs or color drawings in this application can be treated as for
mal drawings, applicant must submit [1].

Examiner Note:
In bracket 1, insert --a petition-s, --the fee-c. '--statement in the

specification-s, -explanation of why color disclosure is neces
sary--, andlor w:'" three full sets of color photographs or color draw
ings-c.

1503.03 Design Claim

The requirements for utility claims specified in
37 CPR 1.75 do nol apply to design Claims. Instead,
the form and content of a design claim is set forth in
37 CFR 1.153:

37CFR 1.153.... claim...
(a) _... The claim shall be in formal terms to the ornamental

design for the article (specifying name) as shown or as shown and
described. More than one claim is neither required nor permitted.

*****
A design patent application may only include a sin

gle claim. The single claim should normally be in for
mal terms to "The ornamental design for (thearticle
which embodies the design or to which it is applied)
as' shown." The description of the article in the claim
should be consistent in terminology with the title of
the invention. See MPEP § 1503.01, subsection L

When the specification includes a proper special
description of the design (see MPEP § 1503.01, sub
section II), or a proper showingof modified forms of
the design or other descriptive matter has been
included in the specification, the words "and
described" must be added to the claim following the
term "shown"; i.e., the claim must read 'The orna
mental design for (the article which embodies the
design or to which it is applied) as shown and
described."

The claimed design is shown by full lines in the
drawing. It is not permissible to show any portion of
the claimed design in broken lines. There are no por
tions of the claimed design which are immaterial or
uuimportant, and elements shown in broken lines in
the drawing are not part of the claim. See MPEP
§ 1503.02, subsection III, and 1n re Blum, 374 F.2d
904,153 USPQ 177 (CCPA 1967).

'If 15.62 Amend Claim "/is Shown"
For proper form (37 CPR 1.153), the claim [1] amended to

read: "[2] claim: The ornarilerital design for [3] as shown."

'If 15.63 Amend Claim "As Shown and Described"
For proper form (37 CPR 1.153), the claim [1] amended to

read: "[2] claim: The ornamental design for .[3] as shown and
described."
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'I 15.64 Addition of "And Described" to Claim
Because of [11 -- aod described -- [21 added to the claim after

"shown."

1504 Examination

In design patent applications, ornamentality, nov
elty and nonobvionsness are necessary prerequisites
to the grant of a patent. The inventive novelty or
unobviousness resides in the ornamental shape or
configuration of the article in which the design is
embodied or the surface ornamentation which is
applied to or embodied in the design.

Novelty and nonobviousness of a design claim
mnst generally be determined by a search in the perti
nent design classes. It is also mandatory that the
search be extended to the mechanical classes encom
passing inventions of the same general type. Catalogs
and trade journals are also to be consulted.

If the examiner determines that the claim of the
design patent application does not satisfy the statutory
requirements, the examiner will set forth in detail, and
may additionally summarize, the basis for all rejec
tions in an Official action.If an examiner determines
that the claim in a design application is patentable
under all statutory requirements, but formal matters
still need to be addressed and corrected prior to allow
ance, an Ex parte Quayle action will be sent to appli
cant indicating allowability of the claim and
identifying the necessary corrections.

'I 15.19.01 Summary Statement ofRejections
Tbeclaim stands rejected under [11.

Examiner Note:
1. Use as summary statement of rejectionrs) in Office action.
2. In bracket 1, insert appropriate basis forrejection,i.e., statu
tory provisions, etc.

'If 15.58 Claimed Design 1s Patentable (Ex parte Quayle
Actions)

The claimed design is patentable over the references cited.

'If 15.72 Quayle Action
This application is in condition for allowance except for the

following formal matters: [1].
Prosecution on the merits is closed in accordance with the

practice under Ex parteQuayle, 1935 C.D. 11,453 O.G 213.

A shortened statutory period for reply tothis action is set to
expire TWO MONTHS from the mailing date of this letter.

With respect to pro se design applications, the
examiner should notify applicant in the first Office

action that it may be desirable for applicant to employ
the services of a registered patent attorney or agent to
prosecute the application. Applicant should also be
notified that the U.S. Patent and Trademark Office
cannot aid in the selection of an attorney or agent. If it
appears that patentable subject matter. is l'resent and
the disclosure of the claimed design complies with the
requirements of 35 U.S.C.lI2, the examiner shonld
include a copy of the "Guide To Filing A. Design
Patent Application" with the first Office action and
notify applicant that it may be desirable to employ the
services of a professional patent draftsperson familiar
with design practice to prepare the formal drawings.
Applicant should also be notified that the U.S. Patent
and Trademark Office cannot aid in the selection of a
draftsperson. The following form paragraph, where
appropriate, may be used.

'I 15.66 Employ Services of Patent Attorney or Agent
(Design Application Only)

As the value of a design patent is largely dependent upon the
skillful. preparation of the drawings and specification, applicant
might consider it. desirable to employ the services. of a registered
patent attorney or agent. The U.S. Patent and Trademark Office
cannot aid in the selection.of an attorney or agent.

Applicant is advised ofthe .availability of the publication
"Attorneys and Agents Registered to Practice Before the U.S.
Patentand Trademark Office." This publication is for sale by the
Superintendent of Documents, U.S. Government Printing Office,
Washington, D.C. 20402.

'If 15.66.01 Employ Services of Professional Patent
Draftsperson (Design Application Only)

As the value. of a design patent is largely dependent upon the
skillful preparation of the drawings, applicant might consider it
desirable to employ the services of a professional patent draftsper
son familiar with design practice. The u.s. Patent and Trademark
Office cannot aid in the selection of a draftsperson.

Examiner Note:
This form paragraph should only be used in pro se applications

where it appears that patentable subject matter is present and the
disclosure of the claimed design complies with the requirements
of35 U.S.C. 112.

1504.01 Statutory Subject Matter for
Designs

35 U.S.c. 171. Patents for designs.
Whoever invents any new, original, and ornamental design for

an article of manufacture may obtain a patent therefor, subject to
the conditions-and requirements of this title.

The provisions of this title relating to patents for inventions
shall apply to patents for designs, except as otherwise provided.
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The language "new, original and ornamental design
for an article of manufacture" set forth in 35 U.S.C.
171 has been interpreted by the caselaw to include at
least three .kinds of designs:

(A) a design for an ornament, impression, print,
or picture applied to or embodied in an article of man
ufacture (surface indicia);

(B) a design for the shape or configuration of an
article of manufacture; and

(C) a combination of the first two categories.

See In re Schnell, 46 F.2d 203, 8 USPQ 19 (CCPA
1931); Ex parte Donaldson, 26 USPQ2d 1250 (Bd.
Pat. App. & Int. 1992).

A picture standing alone is not patentable under
35U.S.C. 171. The factor which distinguishes statu
tory design subject matter from mere picture or orna
mentation, per se (i.e., abstract design), is the
embodiment of the design in an article of manufac
ture. Consistent with 35 U.S.C. 171, case law and
USPTO practice, the design must be shown as applied
to or embodied in an article of manufacture.

A claim to a picture, 'print, impression, etc;per se,
that is not applied to or embodied in an article of mane
ufactureshould be rejected under 35 U,S.C. 171 as
directed to nonstatutory subject matter, The following
paragraphs may be used.

'f[ 15.07.01 Statutory Basis. 35 US.c. 171
Thefollowing is a quotation of 35U.S.C. 171:

Whoever invents any new, original, and ornamental'
design for an, article of manufacture' may obtain a patent
therefor, subject-to the conditions and requirements of this
title.

The provisions. of this title relating to patents for inven
tions shall apply to patents for designs, except as otherwise
provided.

'f[ 15.0935 U.S.c. 171 Rejection
The claim is rejected under 35U.S.C. 171 as directed to non

statutory subject matter because the design is not shown embodied
in or applied to an article.

Examiner Note:
This rejection should be used when the claim is directed to SUfR

face treatment which is not shown with an article in either full or
broken lines.

'f[ 15.44 Design Inseparable From Article toWhich Applied
Design is inseparable from the article to which it is applied.

and. cannot exist alone merely as a scheme of ornamentation, It
must be a definite preconceived thing, capable of reproduction,

and not merely tile chance. result of a method or of a combination
of functional elements (35 U.S.C. 171; 35U.S.C, 112, first and
second paragraphs). SeeBlisscroft of Hollywood v. United Plas
tics Co., 189 F, Supp. 333, 127 USPQ 452 (S.D.N.Y. 1960). 294
F,2d 694. 131 USPQ 55 (2d Cir. 1961).

Form paragraphs 15.38 and 15.40.01 may be used
in a second or subsequent action, where appropriate
(see MPEP § 1504.02).

1504.01(a) Computer-Generated Icons

To be directed to statutory subject matter, design
applications for computer-generated icons must com
ply with. the "article of manufacture" requirement of
35 U.S.C. 171.

I. GUIDELINES FOR EXAMINATION OF
DESIGN PATENT APPLICATIONS FOR
COMPUTER-GENERATED ICONS

The following guidelines have been developed to
assist USPTO personnel in determining whether
design patent applications for computer-generated
icons comply with the "article of manufacture"
requirement of 35 U.S.C.171.

A. General Principle Governing Compliance
With the "Article of Manufacture" Require
ment

Computer-generated icons, such as full screen
displays and individual icons, are 2-dimensional
images which alone are surface. ornamentation, See,
e.g., Ex parte Strijland, 26 USPQ2d 1259 (Bd. Pat.
App. & Int. 1992) (computer-generated icon alone is
merely surface ornamentation). The USPTO considers
designs for computet-generated icons embodied in
articles of manufacture to be statutory subject matter
eligible for design patent protection under 35 U.S.c.
171. Thus, if an application claims a computer-gener
ated icon shown on a computer screen, monitor, other
display panel, or a portion thereof, the claim complies
with the "article of manufacture" requirement of 35
U.S.C. 171. Since a patentable design is inseparable
from the object to which it is applied and cannot exist
alone merely as a scheme of surface ornamentation, a
computer-generated icon must be embodied in a com
puter screen, monitor, other display panel, or portion
thereof, to satisfy 35 U.S.C. 171. See MPEP § 1502.

"We do not see that the dependence of the existence
of a design on something outside itself is a reason for
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holding it is not a design 'for an article of manufac
ture.' " In re Hruby, 373 F.2d 997, 1001, 153 USPQ
61,66 (CCPA 1967) (design of water fountain patent
able design for an article of manufacture). The depen
dence of a computer-generated icon. on a central
processing unit and computer program for its exist
ence itself is not a reason for holding that the design is
not for an article of manufacture.

B. Procedures for Evaluating Whether Design
Patent Applications Drawn to Computer
Generated Icons Comply With the "Article of
Manufacture" Requirement

USPTO personnel shall adhere to the following
procedures when reviewing design patent applications
drawn to compnter-generated icons for compliance
with the "article of, manufacture" requirement of
35 U.S.c. 171.

(A) Read the entire disclosure to determine what
the applicant claims as the design and to determine
whether the design is embodied in an article of manu
facture. 37 CPR 1.71 and 1.152-1.154.

Since the claim must be in formal terms to the
design "as shown, or as shown and described," the
drawing provides the best description of the claim.
37 CPR 1.153.

(1) Review the drawing to determine whether a
computer screen, monitor, other display panel, or por
tion thereof, is shown. 37 CPR 1.152.

Although a computer-generated icon may be
embodied in only a portion of a computer screen,
monitor, or other display panel, the drawing "must
contain a sufficient number of views to constitute a
complete disclosure of the appearance of the article."
37 CPR 1.152. In addition, the drawing must comply
with 37 CPR 1.84.

(2) Review the title to determine whether it
clearly describes the claimed subject matter. 37 CPR
1.153.

The following titles do not adequately describe
a design for an article of manufacture under 35 U.S.C.
171: "computer icon"; or "icon." On the other hand,
the following titles do adequately describe a design
for an article of manufacture under 35 U.S.C. 171:
"computer screen with an icon"; "display panel with a
computer icon"; "portion of a computer screen with
an icon image"; "portion of a display panel with a

computer icon image"; or "portion of a monitor dis
played with a computer icon image."

(3) Review the specification to determine
whether a characteristic feature statement is present.
37 CPR 1.71. If a characteristic feature statement is
present, determine whether it describes the claimed
subject matter as a computer-generated icon embod
ied in a computer screen, monitor, other display panel,
or portion thereof. See McGrady v. Aspenglas Corp.,
487 F.2d 859, 208 USPQ 242 (S.D.N.Y. 1980)
(descriptive statement in design patent application
narrows claim scope).

(B) If the drawing does not depict a computer
generated icon embodied in a computer screen, moni
tor, other display panel, or a portion thereof, in either
solid or broken lines, reject the claimed design tinder
35 U.S.c. 171 for failing to comply with the article of
manufacture requirement.

(1) If the disclosure as a whole does not sug
gest or describe the claimed subject matter as a com
purer-generated icon embodied in a computer screen,
monitor, other display panel, or portion thereof, indi
cate that:

(a) The claim is fatally defective under
35 U.S.c. 171; and

(b) Amendments to the written description,
drawings and/or claim attempting to overcome the
rejection will ordinarily be entered, however, any new
matter will be required to be canceled from the writ
ten description, drawings and/or claims. If new matter
is added, the claim should be rejected under 35U.S.C.
112, first paragraph.

(2) If the disclosure as a whole suggests or
describes the claimed subject matter as a computer
generated icon embodied in a computer screen, moni
tor, other display panel, or portion thereof, indicate
that thedrawing may be amended to overcome the
rejection under 35 U.S.C. 171. Suggest amendments
which would bring the claim into compliance with
35 U.S.c. 171.

(C) Indicate all objections to the disclosure for
failure to comply with the formal requirements of the
Rules of Practice in Patent Cases. 37 CPR 1.71, 1.81
1.85, and 1.152-1.154. Suggest amendments which
would bring the disclosure into compliance with the
formal requirements of the Rules of Practice in Patent
Cases.
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(0) Upon reply by applicant:
(I) Enter any amendments; and
(2) Review all arguments and the entire record,

including any amendments,· to determine whether the
drawing, title, and specification clearly disclose a
computer-generated icon embodied in·a computer
screen, monitor, other display panel, or. portion
thereof.

(E) If, by a preponderance of the evidence (see In
re Oetiker, 977 F.2d 1443, 1445,24 USPQ2d 1443,
1444 (Fed. Cir. 1992) ("After evidence or argument is
submitted by the applicant in response, patentability is
determined on the totality of the record, by aprepon
derance of evidence with due consideration to persua
siveness of argument."», the applicant has established
that the computer-generated icon is embodied in a
computer screen, monitor, other display panel, or por
tion thereof, withdraw the rejection under 35 U.S.c.
171.

II. EFFECT OF THE .GUIDELINES ON
PENDING DESIGN APPLICATIONS
DRAWN TO COMPUTER-GENERATED
ICONS

USPTO personnel shall follow the procedures set
forth above when examining design patent applica
tions for computer-generated icons pending in the
USPTOasof April19, 1996.

m. TREATMENT OF TYPE FONTS

Traditionally; type fonts have been. generated by
solid blocks from which each letter or symbol was
produced. Consequently, the USPTO has historically
granted design patents drawn to type fonts. USPTO
personnel should not reject claims for type fonts
under 35 U.S.c. 171 for failure to comply with the
"article of manufacture" requirement on the basis that
more modern methods of typesetting, including com
puter-generation, do not require solid printing blocks.

1504.01(b) Design Comprising Multiple
Articles or Multiple Parts
Embodied ina Single Article

While the claimed design must be embodied in an
article of manufacture as required by 35 U.S.C. 171, it
may encompass multiple articles or multiple parts
within that article. Ex parte Gibson, 20 USPQ 249

(Bd. App. 1933). Multiple independent parts forming
the claimed design may be disclosed in the drawing
with or without the article being shown in broken
lines. If the article is not disclosed in broken lines in
the drawing, then ·the title must disclose the article in
which the design is embodied and the association of
the claimed parts must be shown by a bracket. In
either case, the title must clearly define the articles or
parts as a single entity, for example, set, pair, combi
nation, unit, assembly, etc. See MPEP § 1503.01.

1504;Ol(c) Lack of Ornamentality

I. FUNCTIONALITY VS. ORNAMENTAL
ITY

An ornamental feature or design has been defined
as one which was "created for the purpose of orna
menting" and cannot be the result or "merely a by
product" of functional or mechanical considerations.
In reCarletti, 328 F.2d 1020, 140 USPQ 653,
654 (CCPA 1964); Blisscraft of Hollywood v. United
Plastic Co., 189 F. Supp. 333, 337, 127 USPQ 452,
454 (S.D.N.Y. 1960), aff'd, 294 F.2d 694, 131 USPQ
55 (2d Cir. 1961). It is clear that the omamentality of
the article must be the result of a conscious act by the
inventor, as 35 U.S.c. 171 requires that a patent for a
design be given only to "whoever invents any new,
original, and ornamental design for an article of man
ufacture." Therefore, for a design to be ornamental
within the requirements of 35.U.S.C. 171, it must be
"created for the purpose of ornamenting." In re Car
letti, 328 F.2d 1020, 1022, 140 USPQ 653,
654 (CCPA 1964).

To be patentable, a design must be "primarily orna
mental." "In determining whether a design is prima
rily functional or primarily ornamental the claimed
design is viewed in its entirety, for the ultimate ques
tion is not the functional or decorative aspect of each
separate feature, but the overall appearance of the arti
cle, in determining whether the claimed design is dic
tated by the utilitarian purpose of the article." L. A.
Gear Inc, v. Thom McAn Shoe Co., 988 F.2d 1117,
1123; 25 USPQ2d 1913, 1917 (Fed. Cir. 1993). The
court in Norco Products, Inc.v. Mecca Development,
Inc., 617 F.Supp. 1079,1080,227 USPQ 724; 725 (D.
Conn. 1985), held that a "primarily functional inven
tion is not patentable" as a design.
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A determination of ornamentality is not a quantita
tive aualysis based on the size of the ornamental fea
ture or features but rather a determination based on
their ornamental contribution to the design as a whole.

While ornamentality must be based on the entire
design, "[i]n determining whether a design is prima
rily functional, the purposes of the particular elements
of the design necessarily must be considered." Power
Controls Corp. v. Hybrinetics, Inc., 806 F.2d 234, 240,
231 USPQ 774, 778 (Fed. Cir. 1986). The court in
Smith v. M & B Sales & Manufacturing,
13USPQ2d 2002, 2004 (N. D. Cal. 1990), states that
if "significant decisions about how to put it [the item]
together and present it in the marketplace were
informed by primarily ornamental considerations",
this information may establish the ornamentality of a
design.

"However, a distinction exists between the func
tionality ofan article or features thereof and the func
tionality of the particular design of such article or
features thereof that perform a function." Avia Group
International Inc. v. L. A. Gear California Inc.,
853 F.2d 1557, 1563, 7 USPQ2d 1548, 1553 (Fed.
Cir. 1988). The distinction must be maintained
between the ornamental design and the article in
which the design is embodied. The design for the arti
cle cannot be assumed to lack ornamentality merely
because the article of manufacture would seem to be
primarily functional.

n. HIDDEN IN USE

Knowledge that the article would be hidden during
its end use based on the examiner's experience in a
given art or information that may have been submit
ted in the application itself would be considered
prima facie evidence of the lack of omamentality of
the claim. "Visibility during an article's 'normal use'
is not a statutory requirement of § 171, but rather a
guideline for courts to employ in determining whether
the patented features are 'ornamental'." Larson v.
Classic Corp., 683 F. Supp. 1202, 1202, 7 USPQ2d
1747, 1747 (N.D. Ill. 1988). However, if the exam
iner based on his/her knowledge of an art is aware that
a specific design "is clearly intended to be noticed
during the process of sale and equally clearly intended
to be completely hidden from view in the final use," it
is not necessary that a rejection be made under
35 U.S.C. 171. In re Webb, 916 F.2d 1553, 1558,

16 USPQ2d 1433, 1436 (Fed. Cir. 1990). However, a
rejection for lack of ornamentality should be made if
there is additional persuasive evidence of functional
ity, for example, a utility patent. Determination of
whether a claimed design lacks ornamentality under
35 U.S.C. 171 must be made on a case-by-case basis
as no category of articles can be considered in its
entirety to be either all ornamental or all lacking in
ornamentality.

Inorder to establish that a design is lacking in orna
mentality based on the ultimate hidden end use of the
article, the article must always be hidden in its end use
to provide prima facie evidence of lack of ornamen
tality. In Contico International, Inc. v. Rubbermaid
Commercial Products, Inc., 506 F. Supp. 1072, 1076,
210 USPQ 649, 653 (8th Cir. 1981), the court held
that the normal use of a dolly which supported refuse
containers "entails frequent attachment to and detach
ment from the 'Brute' containers and, .accordingly,
that said dolly is not concealed in normal use." Some
types of articles which would be hidden intermittently
are lingerie, garment hangers, tent pegs, inner soles
for shoes.

III. ESTABLISHING A PRIMA FACIE BASIS
FO-a, REJECTIONS UNDER 35 U.S.C.I71

To properly reject a claimed design under 35 U.S -.c.
17.1 on the basis of a lack of ornamentality, an exam
iner must make a prima facie showing that the
claimed design lacks ornamentality and provide a suf
ficient evidentiary basis for factual assumptions relied
upon in such showing. The court in In re Oetiker, 977
F.2d 1443, )445, 24 USPQ2d 1443, 1444 (Fed. Cir.
1992), stated that "the examiner bears the initial bur,
den, on review of the prior art or on any other ground,
of presenting aprima facie case of unpatentability."

Examples of proper evidentiary basis for a rejection
under 35 U.S.C; 171 that a claim is lacking in orna
mentality would be: (A) common knowledge in the
art; (B) the appearance of the design itself; (C) the
specification Of a related utility patent; (D) informa
tion provided in the specification; or (E) the fact that
an article would be hidden during its ultimate end use.

A rejection under 35 U.S.c. 171 for lack of orna
mentality must be supported by evidence and rejec
tions should not be made in the absence of such
evidence.
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IV. REJECTIONS MADE UNDER 35 U.s.C.
171

Rejections under 35 U.S.c. 171 for lack of orna
mentality based on a proper prima facie. showing fall
into two categories:

(A) a design visible in its ultimate end use which
is primarily functional based on the evidence of
record; or

(B) a design not visible in its ultimate hidden end
use, which is itself evidence that the design isprima
rilyfunctional,InreStevens, 173 F.2d 1015,81 USPQ
362 (CCPA 1949), unless the design "is clearly
intended to be noticed during the process of sale." In

re Webb, 916 F.2d 1553, 1558, 16 USPQ2d 1433,
1436 (Fed. Cir. 1990).

When the examiner has established a: proper prima
facie case of lack of ornamenta:lity, "the burden of
coming forward with evidence or argument shifts to
the applicant." In re Oetiker, 977 F.2d 1443, 1445,
24 USPQ2d 1443, 1444 (Fed. Cir. 1992). A rejection
under 35 U.S.C. 171 for lack of ornarnentalitymay be
overcome by providing evidence from the inventor
himself or a representative of the company that com
missioned the design that there was an intent to create
a designfor the "purpose of ornamenting." In re Car
letti, 328 F.2d 1020,. 1022, 140. USPQ. 653,
654 (CCPA 1964). Form paragraph 15.08 or 15.08.01,
Where appropriate, may be used to reject a claim
under 35 U.S.C. 171 for lack of ornamentality.·

'f[ 15.08 Lack ofOrnamentalityiArticle Viiible inEtid Use)

The claim is rejected under 35 U.S.C. 171 as being directed to
nonstatutory subject matter in that it lacks orriamentality. To be
patentable, a design mustbe "created for the: purposeof ornament
ing" the article in which it is embodied. See Seiko Epson Corp. v.
Nu-Kate Int'l Inc., 190 F.3d 1360, 52 USPQ2d 1011 (Fed. Cir.
1999); Best Lock Corp. v. Ilco Unican Corp., 94 F.3d 1563,40
USPQ2d 1048 (Fed. Cir. 1996); Avia Group International Inc. v.
L A. Gear Califomia.Inc., 853 F.2d 1557, 7 USPQ2d 1548 (Fed.
Cir. 1988);. Power Controls Corp. _v. Hybrinetics, Inc., 806 R2d
234, 231 USPQ 774 (Fed. Cir-. 1986); In re Carleul. 328 F.2d
1020, 140 USPQ 653 (CCPA 1964); Hygienic Specialties Co. v.
H.G Salzman, Inc., 302 F.2d 614, 133 USPQ 96(2dCir. 1962); A
& H Manufacturing Co. v. Coruempo Card Co., 576 F.Supp. 894,
221 USPQ 67 (D. R.I. 1983); Blisscrajt of Hollywood v. United
Plastic Co., 189 F.Supp. 333, 127 USPQ 452 (S.D.N.Y. 1960),
294 F.2d 694,131 USPQ 55 (2d Cir. 1961); Jones v. Progress Ind.
Inc., 163 F.Supp. 824, 119 USPQ92 (D. R.I. 1958); and Ex parte
Webb, 30 USPQ2d 1064 (Bd. Pat. App. &Inter. 1993) .

The following evidence establishes a prima facie case of a lack
of ornameutality: [1]

Ao affidavit/declaration uuder 37 CFR 1.132 may be submitted
from.applicant or a repr~sentative of the company, which commis
sioned the design, explainingspecificallyand in depth, which fea
turesor area of the claim were created with a concern for the
appearance of the design not dictated by function.

Within the above. affidavit/declaration, .possible ;alternative
ornamental designs whichcould have served the, same function
may also be submitted as evidence',that the appearance of the
claimeddesignwas the result of ornamentalconsiderations. 'L A.
Gear v. ThomMcAn Shoe cs; 988 F.2dl117, 25 USPQ2d 1913
(Fed. Cir.. 1993). Advertisements which emphasize the.ornamen
tality of tile article embodying the, claimed design may. also be
submitted as evidence to rebut this rejection. Berry Sterling Corp.
v. Pescor Plastics Inc., 122 F.3d 1452, 43 USPQ2d 1953 (Fed. Cir.
1997). Evidence that' the appearance of the design is ornamental
may be shown by distinctness from the prior' art as well as, an
attempt to develop or to maintain consumer recognition of the
article embodying the design. Seiko Epson Corp. v.Nu-Kote Itu' 1
Inc., 190 F.3d 1360, 52 USPQ2d 1011 (Fed. Cir. 1999).

Examiner Note:
In bracket l, insert source of evidence of lack of ornamentality,

for example, a utility patent, a brochure, a response to a letter of
inquiry, etc.

'f[ I 5.08.01 Lack of Ornamentality (Article Not Visible in

End Use)

The claim is rejected under 35 U.S~C.17l as being directed to
nonstatutory subject matter in thatthe design lacks ornamentality.
To be patentable, a,design must be "created for the,purpoSe?f
ornamenting" the article in which it is embodied. The ornamental
design for an article which is hidden during its 'end use cannot be
considered to be a "matter of concern" as its design would be ','pri
marily functional." See Seiko Epson Corp. v. Nu-Kate Iru'l Inc.,
190 F.3d 1360, 52 USPQ2d 1011 (Fed. Cir. 1999); In re Webb, 916
F.2d 1553,16 USPQ 2d 1433 (Fed. Cir. 1990); In re Carletti, 328
F.2d 1020, 140 USPQ 653 (CCPA 1964); Inre Cornwall, 230 F.2d
457, 109 USPQ57 (CCPA 1956); In re Stevens, 173 F.2d 1015, 81
USPQ362 (CCPA 1949): Lorson v. Classic Corp., 683 F. Supp.
1202, 7 USPQ2d 1747(N.D. lll. 1988); Norco Products, Inc. v.
Mecca Development, Inc., 617 F. Supp. 1079, 227USPQ 724 (D.
Conn: 1985); C&MFiherglass Septic Tanks,lnc. v. T &N Fiber
glass Mfg. Co., 214 USPQ 159(D. S.C. 1981): Blisscrajt ofHolly
wood v. United Plastic Co., 189 F.Supp. 333, 127 USPQ 452
(S.D.N.Y 1960), 294F.2d694, 131 USPQ 55 (2d Cir. 1961); and
Ex parte Webb, 30 USPQ 2d 1064 (Bd. Pat. App. & Inter. 1993).

The,following evidence establishes a prima facie case of lack
of ornatnentality: [1]

lnan attempt to establish that the appearance of the design is a
"matter of concern" during the period between its manufacture
and its ultimate "end use, applicant may submit a showing that the
appearance ofthe article was of commercial concern to Pfospec
tive customers: or an ,affidavitldeclar~tion, fr.0111 actual customers
attesting to their concern with the design of the article. It would
then be necessary to establish that during this period of visibility
the design asa whole was created for the "purpose of ornament-
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ing" or with "thought of ornament," and therefore, that the design
is "primarily ornamental."

An affidavitldeclarationunder 37 CFR 1.132 may be submit
ted from applicant or a representative ofthe company, which com
missioned the design, explaining specifically and in depth, which
features or area of the claim were created with a concern for the
appearance of the design not dictated by function.

Within the above affidavit/declaration, possible alternative
ornamental designs which could have served the same function
may also be submitted as evidence that the appearance of the
claimed design was the result of ornamental considerations. L. A.
Gear v. Thom McAn Shoe Co., 988 F.2d 1117, 25 USPQ2d 1913
(Fed. Cir, 1993). Advertisements which emphasize the omamen
tality of the article embodying the claimed design may also be
submitted as evidence to rebut this rejection. Berry Sterling Corp.
v. Pescor Plastics Inc., 122 F.3d 1452,43 USPQ2d 1953 (Fed. Cir.
1997). Evidence that the appearance of the design is. ornamental
may be shown by distinctness from the prior art as well as an
attempt to develop or to maintain consumer recognition of the
article embodying the design. Seiko Epson Corp. v. Nu-Kote Int' l
Inc., 190 F.3d 1360, 52 USPQ2d 1011 (Fed. Cir. 1999).

Attorney arguments are insufficient to establish the ornamen
tality of the claim as only the applicant or a representative of the
company which commissioned the design can provide evidence of
the motivating factors behind the creation of the design. Power
Controls Corp. v. Hybrinetics, Inc., 806 F.2d 234, 231 USPQ 774
(Fed. Cir. 1986); Ex parte Webb, 30 USPQ2d 1064 (Bd. Pat. App.
&_1~ .

This information will enable the examiner to determine if"the
design as a whole was created with "thought of ornament" meet
ing the requirement of 35 U.S.c. 171 that a design be ornamental.
See In re Carletti, 328 F.2d 1020, 140 USPQ 653 (CCPA 1964).

Examiner Note:
In bracket I, insert source of evidence of article being hidden

in use, for example, knowledge of the art, a utility patent, a bro
chure, a response to a letter of inquiry.

V. EVALUATION OF EVIDENCE SUBMIT
TED TO OVERCOME A REJECTION
UNDER 35 U.S.C. 171

In order to overcome a rejection of the claim under
35 U.S.c. 171 as lacking in ornamentality, applicant
must provide evidence that he or she created the
design claimed for the "purpose of ornamenting" as
required by the court in In re Carletti, 328 F.2d 1020,
1022, 140 USPQ 653, 654 (CCPA 1964). This infor
mation must be submitted in the form of an affidavit
or declaration under 37 CFR 1.132 over applicant's
signature clearly explaining, specifically and in depth,
which areas of the claimed design were created for
primarily ornamental reasons. This may be demon
strated by showing that the creation of specific fea
tures was done with "thought of ornament." In re

Car/etti, 328 F.2d 1020, 1022, 140 USPQ 653,
655 (CCPA 1964). Evidence to show ornamentality
may also be submitted by way of an affidavit or decla
ration under 37 CFR 1.132 from a representative of
the company which commissioned the design, as
these sources could establish the intent behind the cre
ation of the design. Applicant may also show that the
functional features of the design can be equally
accomplished in other ways by giving specific exam
pies.which establish that design choice was the basis
for the selection of features. Best Lock Corp. v. Ilco
Unican Corp., 94 F.3d 1563,40 USPQ2d 1048 (Fed.
Cir. 1996); Ex parte Webb, 30 USPQ2d 1064 (Bd. Pat.
App. & Inter. 1993). Attorney arguments are insuffi
cient to establish such intent, as only the applicant can
know the motivation behind the creation of a design,
Power Controls Corp. v. Hybrinetics, Inc" 806 F.2d
234,231 USPQ 774 (Fed. Cir. 1986); ExparteWebb,
30USPQ2d 1064 (Bd. Pat. App. & Inter. 1993).

The mere display of the article embodying the
design at trade shows or its inclusion in catalogs is
insufficient to establish ornamentality. Ex parte Webb,
30 USPQ2d 1064 (Bd. Pat. App. & Inter. 1993).
There must be some clear and specific indication of
the ornamentality of the design in this evidence for it
to be given probative weight in overcoming the prima
facie lack of ornamentality. Berry Sterling Corp. v.
Pescor Plastics Inc., 122 F.3d 1452, 43 USPQ2d 1953
(Fed. Cir. 1997).

The examiner must then evaluate this evidence in
light of the.design as a whole to decide if the claim is
primarily ornamental. It is important to be.aware that
this determination is not based on the size or amount
of the features identified as ornamental but rather on
their influence on the overall appearance of the
design.

In a rejection of a claim under 35 U.S.C. 171 in
which the evidentiary basis for the rejection is that the
design would be hidden during its end use, the appli
cant must establish that the "article's design is a 'mat
ter of concern' because of the nature of its visibility at
some point between its manufacture or assembly and
its ultimate use." In re Webb, 916 F.2d 1553, 1558,
16 USPQ2d 1433, 1436 (Fed. Cir. 1990).

Once applicant has proven that there is a period of
visibility during which the ornamenta1ity of the
design is a "matter of concern," it is then necessary to
determine whether the claimed design was primarily
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ornamental dnring that period. Larson v. Classic
Corp., 983 F, Supp. 1202,7 USPQ2d 1747 (N. D. Ill.
1988). The fact that a design would be visible during
its commercial life is not sufficient evidence that the
design was "created for the purpose ·of ornamenting"
as required by the court in In re Carletti, 328 F.2d
1020, 1022, 140 USPQ 653, 654 (CCPA 1964).
Examiners should follow the standard for determining
ornamentality as outlined above.

"The possibility of encasing a heretofore concealed
design element in a transparent cover for no reason
other than to avoid this rnle cannot avoid the visibility
[guideline]... , lest it become meauingless." Norco
Products Inc. " Mecca Development Inc., 617 F,
Supp.1079, 1081, 227 USPQ 724, 726 (D. Conn.
1985)..Applicant cannot rely on mere possibilities to
provide factnal evidence of omamentality for the
claimed design.

The requirements of visibility and ornamentality
must be met to overcome a rejection under 35 U.S.C.
171 based on the article being hidden during its end
use.

1504.01(d) Simulation

35 U.S.C. 171 requires thai a design to be patent"
able be "original." Clearly, a design which simulates
an existing object or person is not original as required
by the statute. The Supreme Court in Gorham Manu
facturing Co. v. White, 81 U.S. (14 Wall) 511 (1811),
described a design as "the thing invented or produced,
for which a patent is given." "The arbitrary chance
selection of a form of a now well known andcele
brated building, to be applied to toys, inkstands, paper
- weights, etc. does not, in my opiuion, evince the
slightest exercise of invention...." Bennage v. Phil
lippi, 1876 C.D. 135, 9 0,0. 1159 (Comm'r Pat.
1876). This logic was reinforced by the CCPA in In
re Smith, 25 USPQ 359,.360, 1935 C.D. 565,566
(CCPA 1935), which stated that "to take a natural
form, in a natural pose, ... does not constitute inven
tion" when affirming the rejection of a claim to a baby
doll. This premise was also applied in In re Smith,
25 USPQ 360, 362, 1935 C.D. 573, 575· (CePA
1935), which held that a "baby doll simnlating the
natural features...of a baby without embodying some
grotesqueness or departure from the natural form" is
not patentable.

Therefore, a claim directed to a design for an article
which simulates a well known or naturally occurring
object or person should be rejected under 35 U.S.C.
171 as nonstatutory subject matter in that the claimed
design lacks originality. Form paragraph 15.08.02
should be used. However, when a claim is rejected on
this basis, examiners should provide evidence, if pos
sible, of the appearance of the object, person or natu
rally occurring form in question so that a comparison
may be made to the claimed design. Form paragraph
15.08,03 should be used. It would also be appropriate,
if the examiner has prior art which anticipates or ren
ders the claim obvious, to reject the claim under either
35 U.S.C. 102 or 103(a) concurrently. In re Wise,
340 F,2d 982, 144 USPQ 354 (CCPA 1965).

'If 15.08.02 Simulation (Entire Article)
The claim is rejected under 35 U.S.C. 171 as being directed to

nonstatutory subject matter in that the' design lacks originality.
The design is merely simulating [1] which applicant himself did
not invent. See In re Smith, 25 USPQ359, 1935 C.D. 565 (CCPA
1935); In re Smith, 25 USPQ 360, 1935 C.D. 573 (CCPA 1935);
and Bennagev. Phillippi, 1876 C.D. 135,9 o.a 1159.

Examiner Note:
1. In bracket 1, insert the name of the article or person being
simulated, e.g., the White House, Marilyn Monroe, an animal
which is not stylized or caricatured in any way, a rock or shell to
be used as paperweight, etc.
2. This formparagraph should be followed by form paragraph
15.08.03 when evidence has been cited to show the article or per
son being simulated.

'If 15.08.03 Explanation of evidence cited in support of
simulation rejection

Applicant's design has in no way departed from the natural
appearance of [1]. This reference is not relied on in this rejection
but is supplied merely as representative of the usual_ or typical
appearance of [2] in order that the claim may be compared to that
which it is simulating.

Examiner Note:
1. ill-bracket Linsert name of article or person being simulated
and source (patent, publication, etc.).
2. In bracket 2, insert name of article or person being simulated.

1504.01(e) Offensive Subject Matter

Design applications which disclose subject matter
which could be deemed offensive to any race, reli
gion, sex, ethnic group, or nationality, such as those
which include caricatures or depictions, should be
rejected as nonstatutory subject matter under
35 U.S.c. 171. See also MPEP .§ 608. Form para
graph 15.10 should be used.
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'Jf 15.10 Offensive Subject Matter
The disclosure, and therefore the claim in this application, is

rejected as being offensive and therefore improper subject matter
for design patent protection under 35 U.S.c. 171.. Sucl1subject
matter does not meet thestatutory requirements of 35 U.S.c. 171.
Moreover, since 37 CFR 1.3 proscribesthe presentationof papers
which. are lacking in decorum. and courtesy, and this includes
depictions of caricatures in the, disclosure, drawings, and/or a
claim whichmightreasonably be considered offensive, such sub
ject matter as presented herein is deemedto be clearlycontrary to
37CFR 1.3. See MPEP § 608.

1504.02 Novelty

35 U.S. C. 102. Conditions for patentability; novelty and
loss of right to patent.

A person shall be entitledto a patentunless -:-
(a) the invention was knownor used by others in this coun

try, or patented or described 'in a printed publication·m this or a
foreign country, before the invention thereof by the -applicant for
patent,or

(b) the invention was patentedor describedin a printedpub
lication in this or a foreign country or in public use or on sale in
this country, more thanone yearpriorto the date of the application
for patentin the United States, or

(c) 'he has abandoned the invention, or
(d) the invention was first parented or caused to be patented;

or was the subject of-an inventor's certificate, by the applicantor
his legal representatives or assigns-In a-foreign countrypriorto the
date of the applicationfor patentin this country on an application
for patent or inventor's certificate filed more than twelve months
before the filing of the applicationin the United States, or

(e) the invention was describedin-
(1) an application for patent, published under section

122(b), by another filed in the United States before the invention
by the applicantfor patent,except thatan international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
undersection 122(b) only if the international applicationdesignat
ing the United Stateswas publishedunderArticle 21(2)(a) of such
treatyin the English language;or

(2) a patent granted on an application for patent by
another filed in the United States before the invention by the
applicantfor patent,except thata patentshall not be deemed filed
in the United States for the purposes of this subsection based on
the filing of an international application filed under the treaty
defined in section 351(a); or

(f) he did not himself invent the subject mattersought to be
patented, or

(g)(1)during-the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permittedin section 104, thatbefore such
person's invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person's invention thereof, the invention was made in
this country by another inventor who had not abandoned, sup
pressed, or concealed it. In determining priority of invention

under this subsection, there shall be considered not only the
respective dates,of conception. and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive andlast to reduce to practice,from a time priorto con
ception by the other.

35 U.S.c. 172. Right ofpriority.
The right of priority provided for by subsections (a) through

(d) of section 119 of this title and thetime specified in section
102(d) shall be six months in the case of designs. The rightof pri
ority provided for by section 119(e) of this title shall not apply to
designs.

The standard for determining novelty under
35 U.S.C. 102 was set forth by the court in In re Bar
tlett, 300 F.2d 942, 133 USPQ 204 (CCPA 1962).
"The degree of difference [from the prior art] required
to establish novelty occurs when the average observer
takes the new design for a different, and not a.modi
fied, already-existing design." 300 F.2d at 943,
133 USPQ at 205 (quoting Shoemaker, Patents For
Designs, page 76). In design patent applications, the
factual inquiry in determining anticipation over. a
prior art reference is the same as in utility patent
applications. That is, the reference "must be identical
in all material respects." Hupp v. Siroflex ofAmerica
Inc., 122 F.3d 1456, 43 USPQ2d 1887 (Fed. Cir.
1997).

The "average observer" test does not require that
the claimed design and the prior art be from analo
gous arts when evaluating novelty. In re Glavas,
230 F.2d 447, 450, 109 USPQ 50, 52 (CCPA 1956).
Insofar as the "average observer" under 35 U.S.C. 102
is not charged with knowledge of any art, the issue of
analogousness of prior art need not be raised. This
distinguishes 35 U.S.c. 102 from 35 U.S.C. 103(a).
which requires determination of whether the claimed
design would have been obvious to "a person of ordi
nary skill in the art."

When a claim is rejected under 35 U.S.c. 102 as
being unpatentable over prior art, those features of the
design which are functional and/or hidden during end
use may not be relied upon to support patentability. In
re Cornwall, 230 F.2d 447, 109 USPQ 57 (CCPA
1956); Jones v. Progress Ind. Inc., 119 USPQ 92 (D.
R.!. 1958). Further, in a rejection of a claim under
35 U.S.c. 102, mere differences in functional consid
erations do not negate a finding of anticipation when
determining design patentability. Black & Decker, Inc.
v. Pittway Corp., 636 F.2d 1193, 231 USPQ 252 (N.D.
m. 1986).
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It is not necessary for the examiner to cite or apply
prior art to show that functional and/or hidden fea
tures are old in the art as long as the examiner has
properly relied on evidence to support the prima facie
lack of ornarnentality of these individual features. If
applicant wishes to rely on functional or hidden fea
tures as a basis for patentability, the same standard for
establishing ornarnentality under 35U.S.C. 171 must
be applied before these features can be given any pat
entable weight. See MPEP § l504.01(c).

In evaluating a statutory bar based on 35 U.S.C.
102(b), the experimentaluse exceptionto astatutory
bar for public use or sale (see MPEP §2133.03(e»
does not usually apply for design patents. See In re
Mann, 861 F.2d 1581, 8 USPQ2d 2030 (Fed. Cir.
1988). However, Tone Brothers, Inc. v.Sysco Corp.,
28 F.3d 1192,1200, 31 USPQ2d 1321,1326 (Fed. Cir.
1994) held that "experimentation clirected to func
tional features of a product also containing an orna
mental design may negate What otherwise would be
considered a public use within the meaning of section
102(b)." See MPEP § 2133.03(e)(6).

Registrationof a design abroad is considered to be
equivalent to patenting under 35 U.S.C. 119(a)-(d)
and 35 U.S.c. 102(d), whether or not the foreign grant

is published. (See Ex parte-Lancaster; 151 USPQ 713
(Bd. App. 1965); Ex parte Marinissen, 155 USPQ 528
(Bd. App. 1966); Appeal No. 239-48, Decided April
30, 1965, 151 USPQ 711, (Bd. App. 1965); Ex parte
Appeal decided September.S, 1968, 866 0.0. 16 (Bd.
App. 1966). The basis of this practice is that if the for
eign applicant has received the protection offered in
the foreign country, no matter what the protection is
called ("patent," "Design Registration," etc.), if the
United States application is timely filed, a claim for
priority will vest. If, on the other hand, the U.S. appli
cation is not timely filed, a statutory bar arises under
35 U.S.c. 102(d) as modified by 35 U.S.C. 172. In
order for the filing to be timely for priority purposes
and to avoid possible statutory bars, the U.S. design
patent application must be made within 6 months of
the foreign filing. See also MPEP § 1504.10.

The laws of each foreign country vary in. one or
more respects.

The following table sets forth the dates on which
design rights can be enforced in a foreign country
(INID Code (24» and thus, are also useable in a
35 U.S,C. 102(d) rejection as modified by 35 U.S.C.
172. It should be noted that in many countries the date
of registration or grant is the filing date.
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Date(s) Which Can Also Be Used

Country or Organization for 35 U.S.c. 102(d) Purposes! Comment
(INID Code (24))·

AT-Austria Protection starts on the date of
publication of the design in the
official gazette

AU-Australia Date of registration or grant which
is the filing date

BG-Bulgaria Date of registration or grant which
is the filing date

BX-Benelux (Belgium, Luxem- Date on which corresponding
bourg, and the Netherlands) application became complete and

regular according to the criteria
set by the law

CA-Canada Date of registration or grant

CH-Switzerland Date of registration or grant which Minimum requirements: deposit
is the filing date application, object, and deposit fee

CL-Chile Date of registration or grant
.

..

CU-Cuba Date of registration or grant which
is the filing date

CZ-Czech Republic Date of registration or grant which
. is the filing date

DE-Germany Date of registration or grant The industrial design right can be

•

enforced by a court from the date
of registration although it is in
force earlier (as from the date of
filing-as defined by law) .

DK-Denmark Date of registration or grant which
.

is the filing date

EG-Egypt Date of registration or grant which
is the filing date

ES-Spain Date of registration or grant

FI-Finland Date of registration or grant which
is the filing date

FR-France Date of registration or grant which
is the filing date

1500-21 August 2q01



1504.02 MANUAL OF PATENT EXAMlNING PROCEDURE

Date(s) Which Can Also Be Used
Country or Organization for 35 U.S.C. I02(d) Purposes! Comment

(INID Code (24))

GB-United Kingdom Date of registration or grant which Protection arises automatically
is the filing date under the Design Right provision

when the design is created. Proof
of the date of the design creation
needs to be kept in case the design
right is challenged. The protection
available to designs can be
enforced in the courts following
the date of grant of the Certificate
of Registration as of the date of
registration which stems from the
date of first filing of the design ill
the UK or. if a priority is claimed
under the Convention. as another

.
country.

Date of registration or grant
.

With retroactive effect as from theHU-Hungary

. . . filing date
.

Date of registration or grantJP-Japan

KR-Republic of Korea Date of registration or grant

MA-Morocco Date ofregistration or grant which
is the filing date

MC-Monaco Date of registration or grant which Date of prior disclosure declared

. is the filing date on deposit

Date of registration or grant which
.

NO-Norway
is the filing date

OA-African Intellectual Property Date of registration or grant which
Organization (OAPI) (Benin, is the filing date
Burkina Faso, Cameroon, Central
African Republic, Chad, Congo,
Cote d'Ivoire, Gabon, Guinea,
Mali, Mauritania, Niger, Senegal,
and Togo) .

PT-Portngal Date of registration or grant.

RO-Romania Date of registration or grant which
is the filing date

RU-Russian Federation Date of registration or grant which
is the filing date
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Date(s) Which Can Also Be Used

Country or Organization for 35 U.S.C. 102(d) Purposes I Comment
(INID Code (24»

SE-Sweden Date of registration or grant

TN-Tunisia Date of registration or grant which
is the filing date

TT-Trinidad and Tobago Date of registration or grant which
is the filing date

WO-World Intellectual Property Subject to Rule 14.2 of the Regu-
Organization (WIPO) lations (on defects), the Interna-

tional Bureau enters the
international deposit in the Inter-
national Register on the date on
which it has in its possession the
application together with the items
required. Reproductions, samples,
or models pursuant to Rule 12, and
the prescribed fees.

I Based on information taken from the "Survey of Filing Procedures and Filing Requirements, as well as of
Examination Methods and Publication Procedures, Relating to Industrial Designs" as adopted by the PCIPI
Executive Coordination Committee of the World Intellectual Property Organization (WIPO) at its fifteenth
session on November 25, 1994.

Rejections under 35 U.S.c. 102(d) as modified by
35 U.S.C. 172 should only be made when the exam
iner knows that the application for foreign registra
tion/patent has actually issued before the U. S. filing
date based on an application filed more than six (6)
months prior to filing the application in the United
States. If the grant of a registration/patent based on
the foreign application is not evident from the record
of the U. S. application or from information found
within the preceding charts, then the statement below
should be included in the first action on the merits of
the application:

'If 15.03.01 Foreign Filing More Than 6 Months Before
U.S. Filing

Acknowledgment is made of the [1] application identified in
the declaration which was filed more than six months priorto the
filing date of the presentapplication; Applicantis reminded that
if the [2] application matured into a form of patent protection
before thefiling date of thepresent application it wouldconstitute
a statutory bar to the issuance of a design patent in the United
States under 35 U.S.C. 102(d) in view of 35 U.S.C. 172.

Examiner Note:
In brackets 1 and 2, insertthe name of country where applica

tion was filed.

Form paragraphs for use in rejections under 35
U.S.C. 102 are set forth below.

'If 15.11 35 U.S.c. 102(0) Rejection

The claim is rejected under 35 U.S.C. 102(a) as being clearly
anticipated by [1] because the invention was known or used by
others in this country, or patented or describedin a printed publi
cation in this or a foreign country before the invention thereofby
the applicant for patent.

'If 15.12 35 U.S.c. 102(b) Rejection

The claim is rejected uuder 35 U.S.C. 102(b) as being clearly
anticipated by [1] becausethe inventionwas patented or described
in a printed publication in this or a foreign country, or in public
use or on sale in this country more thanone (l) year priorto the
application for patent in the United States.

'If 15.13 35 U.S.c. 102(c) Rejection

The claim is rejected under 35 U.S.c. 102(c) because the
inventionhas been abandoned.
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'I 15.14 35 U.S.c. 102(d)/172 Rejection

The claim is rejected under 35 U.S.C. 102(d), as mndified by
35 U.S.C. 172, as being clearly anticipated by [II because the
invention was first patented or caused to be patented, or was the
subject of an inventor's certificate by the applicant, or hislher
legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor's certificate filed more than six (6) months
before the filing of the application in the United States.

'I 15.1535 U.S.c. 102(e) Rejection

The claim is rejected under 35 U.S.C. 102(e) as being clearly
anticipated by [1] because the invention was describedin a patent
or published application for patent by another filed in the United
States before the invention thereof by the applicant for patent.

'I 15.1635 U.S.c. 1021j) Rejection

The claim is rejected under 35 U.S.C.102(f) because applicant
did not himself invent the subject matter sought to be patented.

'I 15.1735 U.S.c. 102(g) Rejection

The c1aimi~,rejectedunder 35 U~S.c. 102(g) because, before
the applicant's invention thereof, the invention was made in this
country by another who' had not abandoned, suppressed or con
cealed it.

'I 15.41 Functional, Structural Features Not Considered

Attention is -directed to the fact thatdesign patent applications
are concerned solely with the ornamental appearance of an article
of manufacture. The functional and/or structural features stressed
by applicant in the papers are of no concern in design cases, and
are neither permitted nor required. Function and' structure fall
under the realm ofutility patent applications.

The following form paragraphs may be used in a
second or subsequent action, where appropriate.

'I 15.38 Rejection Maintained

The arguments presented have been carefully considered, -but
are not persuasive that the rejection of theclaim under j'l] should
be withdrawn.

1504.03 Nonobviousness

35 U.S.c. 103. Conditions for patentability; non-obvious
subject matter.

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of this
title, if the differences between the subject matter sought to be pat
ented and the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter
pertains. Patentability shall not be negatived by the manner in
which the invention was made.

*****
(c) Subject matter developed by another person, which qual

ifies as prior art only under one or more of subsections (e), (0, and
(g) of section 102 of this title, shall uot preclude
patentability under this section where the subject matter and the
claimed invention were, at the time the invention was made,
owned by the same person or subject to an obligation of assign
ment to the same person.

A claimed design that meets the test of novelty
must additionally be evaluated for nonobviousness
under 35 U.S.C 103(a).

I. GATHERING THE FACTS

The basic factual inquiries guiding the evaluation
of obviousness, as outlined by the Supreme Court in
Graham v. John Deere Co., 383 U.S. I, 148 USPQ
459 (1966), are applicable to the evaluation of design
patentability:

(A) Determining the scope and content of the
prior art;

(B) Ascertaining. the differences between the
claimed invention and the prior art;

(C) Resolving the level of ordinary skill in the art;
and

(D) Evaluating any objective evidence of nonob
viousness (i.e., so-called "secondary considerations").

Examiner Note: A. Scope of the Prior Art
In bracket 1, insert basis of rejection.

'I 15.40.01 Final Rejection Under Other Statutory
Provisions

The claim is again and FINALLY REJECTED under [II as
[21.

Examiner Note:

1. In bracket 1, insert statutory basis.

2. In bracket 2, insert reasons for rejection.

The scope of the relevant prior art for purposes of
evaluating obviousness under 35 U.S.C. 103(a)
extends to all "analogous arts."

While the determination of whether arts are analo
gous is basically the same for both design and utility
inventions (see MPEP § 904.01(c) and § 2141.01(a)),
In re Glavas, 230 F.2d 447, 450 109 usro 50, 52
(CCPA 1956) provides specific guidance for evaluat
ing analogous arts in the design context, which should
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be used to supplement the general requirements for
analogous art as follows:

The question in design cases is not whether the
references sought to be combined are in analogous arts in
the mechanical sense, but-whether they are so relatedthat
the appearance of certain ornamental features in one
would suggest the application of those features" to the
other.

Thus, if the problem is merely one of giving an attrac
tive appearance toasurface, it is immaterial whether the
surface in question is that of wall paper, an oven door, or
a piece of crockery....

On the other hand, when the proposed combination of
references involves material modifications of the basic
form of one: article in view of another, 'the nature' of the:
article involved is a definite factor in determining whether
the proposed change involves [patentable] invention:

Therefore, where the differences between the
claimed design and the prior art are limited to the
application of ornamentation to the surface of an arti
cle, any prior art reference which discloses snbstan
tially the same surface ornamentation would be
considered analogous art. Where the differences are in
the shape or form of the article, the natnre of the arti
cles involved must also be considered.

B. Differences Between the Prior Art and the
Claimed Design

In determining patentability under 35 U.S.c.
103(a), it is the overall appearance of the design that
mnst be considered. In re Leslie, 547 F.2d 116, 192
USPQ 427 (CCPA 1977). The mere fact that there are
differences between a design and the prior art is not
alone sufficient to justify patentability. In re Lamb,
286 F.2d 610, 128USPQ 539 (CCPA 1961).

All differences between the claimed design and the
closest prior art reference should be identified in any
rejection of the design claim under 35 U.S.c. 103(a).
If any differences are considered de minimis or incon
sequential from a design viewpoint, the rejection
should so state,

C. Level ofOrdinary Skill in the Art

In order to be unpatentable, 35 U.S.C. 103(a)
requires that an invention must have been obvious to a
designer having "ordinary skill in the art" to which
the subject matter sought to be patented pertains. The
"level of ordinary skill in the art" from which obvi
ousness of a design claim must be .evaluated under

35 U.S.C. 103(a) has been held by the courts to be the
perspective of the "designer of ... articles of the types
presented." In re Nalbandian, 661 F.2d 1214, 1216,
211 USPQ 782, 784 (CCPA 1981); In re Carter, 673
F.2d 1378,213 USPQ 625 (CCPA 1982).

D. Objective Evidence of Nonobviousness
(Secondary Considerations)

Secondary considerations, such as commercial suc
cess and copying of the design by others, are relevant
to the evaluation of obviousness of a design claim.
Evidence of nonobviousness may be present at the
time a prima facie case of obviousness is evaluated or
it may be presented in rebuttal of a prior obviousness
rejection.

II. PRIMA FACIE OBVIOUSNESS

Once the factual inquiries mandated under Graham
v. JohnDeere Co., 383 U. S. 1, 148 USPQ 459 (1966),
have been made, the examiner must determine
whether they support a conclusion of prima facie
obviousness. To establish prima facie obviousness, all
the claim limitations must be taught or suggested by
the prior art.

In determining prima facie obviousness, the proper
standard is whether the design would have been obvi
ous to a designer of ordinary skill with the claimed
type of article. In re Nalbandian, 661 F.2d 1214,
211 USPQ 782 (CCPA 1981).

As a whole, a design must be compared with some
thing in existence, and not something brought into
existence by selecting and combining features from
prior art references. In re Jennings, 182 F.2d 207,
86 USPQ 68 (CCPA 1950). The "something in exist
ence" referred to in Jennings has been defined as "....a
reference...· the design characteristics ofwhich are
basically the same as the claimed design...." In re
Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350 (CCPA
1982) (the primary reference did "...not give the same
visual impression..." as the design claimed but had a
"...different overall appearance and aesthetic
appeal...".) Hence, it is clear that "design characterise
tics" means overall visnal appearance. This definition
of "design characteristics" is reinforced in the deci
sion of In re Harvey, 12 F.3d 1061, 1063,29 USPQ2d
1206, 1208 (Fed. Cir. 1993), and is supported by the
earlier decisions of In re Yardley, 493 F.2d 1389, 181
USPQ 331, 334 (CCPA 1974) and In re Leslie, 547
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F.2d 116, 192 USPQ 427, 431 (CCPA 1977). Specifi
cally, in the Yardley decision, it was stated that "[t]he
basic consideration in determining the patentability of
designs over prior art is similarity of appearance:'
493 F.2d at 1392'93, 181 USPQ at 334. Therefore, in
order to support a holding of obviousness, a basic ref
erencemust be more than a design concept; it must
have an appearance substantially the same as the
claimed design. In re Harvey, 12 F.3d 1061,
29 USPQ2d 1206 (Fed. Cir. 1993). Absent such a ref
erence, no holding of obviousness under 35 U.S.c.
103(a) can be made, whether based on a single refer
ence alone or in view of modifications suggested by
secondary prior art.

A rejection under 35 U.S.C. 103(a) based on a sin
gle non-analogous reference would not be proper. The
reason is that under 35 U.S.c. 103(a), a designer of
ordinary skill would not be charged with knowledge
of prior art that is not analogous to the claimed design.

Examiners are advised that differences between the
claimed design and a basic reference maybe held to
be minor in nature. and unrelated to. the overall aes
thetic appearance of the design with or without the
support of secondary references. In re Nalbandian,
661 F.2d 1214, 211 USPQ 782 (CCPA 1981). If such
differences are shown by secondary references, they
should be applied so as to leave no doubt that those
differences would have been obvious to.a designer of
ordinary skill in the art. In re Sapp, 324 F.2d 1021,
139 USPQ 522 (CCPA 1963).

When a claim is rejected under 35U.S.C. 103(a) as
being unpatentable over prior art, features of the
design which are functional and/or hidden during end
use may not be relied upon to support patentability.
"[A] design claim to be patentable must also be orna
mental; and functional features or forms cannot be
relied upon to support its patentability." Jones v.
Progress, Ind. Inc., 119 USPQ 92, 93 (D. R.I. 1958).
"It is well settled that patentability of a design cannot
be based on elements which are concealed in the nor
mal use of the device to which the design is applied."
In re Cornwall, 230 F.2d 457, 459, 109 USPQ 57, 58
(CCPA 1956); In re Garbo, 287 F.2d 192, 129 USPQ
72 (CCPA 1961). It is not necessary that prior art be
relied upon in a rejection under 35 U.S.C. 103(a) to
show similar features to be functional and/or hidden
in the art. However, examiners must provide evi
dence to support the prima facie functionality of such

features. Furthermore, hidden portions or functional
features cannot be relied upon as a basis for patent
ability. If applicant wishes to rely on functional or
hidden features as a basis for patentability, then the
same standard for establishing ornamentality under
35 U.S.C. 171 must be applied before these features
can be given any patentable weight. See MPEP
§ 1504.01(c).

A. Combining Prior Art References

A rejection under 35 U.S.c. 103(a) would be
appropriate if a designer of ordinary skill would have
been motivated to modify a basic reference by delet
ing features thereof or by interchanging with or add
ing features from pertinent secondary references. In
order for secondary references to be considered, there
must be some suggestion in the prior art to modify the
basic design with features from the secondary refer
ences. In re Borden, 90 F.3d 1570, 1572,39 USPQ2d
1524, 1526 (Fed.Cir. 1996). The long-standing test
for properly combining references has been
"...Whether they are SO related that the appearance of
certain ornamental features in one would suggest
the application of those features to the other." In re
Glavas, 230 F.2d 447,450, 109 USPQ 50, 52 (CCPA
1956).

The prohibition against destroying the function of
the design is inherent in the logic behind combining
references to render a claimed invention obvious
under 35 U.S.C. 103(a). If the proposed combination
of the references so alters the primary reference that
its broad function can no longer be carried out, the
combination of the prior art Would not have been
obvious to a designer of ordinary skill in the art. It is
permissible to modify the primary reference to the
extent that the specific function of the article may be
affected while the broad function is not affected. For
example, a primary reference to a cabinet design
claimed as airtight could be modified to no longer be
airtight so long as its function as a cabinet would not
be impaired.

1. Analogous Art

When a modification to a basic reference involves a
change in configuration, both the basic and secondary
references must be from analogous arts.In re Glavas,
230 F.2d 447, 109 USPQ 50 (CCPA 1956). The rea
son for this is two-fold. First, a designer of ordinary
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skill is only charged with knowledge of art related to
that of the claimed design. Second, the ornamental
featnres of the references must be closely related in
order for a designer of ordinary skill to have been
motivated to have modified one in view of the other.
Hence, when modifying a basic reference, a designer
of ordinary skill would have looked at design features
of other related references for precisely the purpose of
observing the ornamental characteristics they dis
closed.

Analogous art can be more broadly interpreted
when applied to a claim that is directed to a design
with a portion simulating a well known or naturally
occurring object or person. The simulative nature of
that portion of the design is prima facie evidence that
art which simulates that portion would be within the
level of ordinary skill under 35 U.S.c. 103(a).

2. Non-analogous Art

When modifying the surface of a basic reference so
as to provide it with an attractive appearance, it is
immaterial whether the secondary reference is analo
gous art, since the modification does not involve a
change in configuration or structure and would not
have destroyed the characteristics (appearance and
function) of the basic reference. In re Glavas,
230 F.2d 447, 109 USPQ 50 (CCPA 1956).

m. REBUTTAL OF THE PRIMA FACIE CASE

Once a prima facie case of obviousness has been
established, the burden shifts to the applicant to rebut
it, if possible, with objective evidence of nonobvious
ness. Examples of secondary considerations are com
mercial success, expert testimony and copying of the
design by others. Any objective evidence of nonobvi
ousness or rebuttal evidence submitted by applicant,
including affidavits or declarations under 37 CPR
1.132, must be considered by examiners in determin
ing patentability under 35 U.S.C. 103('1).

When evidence of commercial success is submit
ted, examiners must evaluate it to determine whether
there is objective evidence of success, and whether
the success can be attributed to the ornamental design.
Litton System, Inc, v. Whirlpool Corp., 728 F.2d 1423,
221 USPQ 97 (Fed. Cir. 1984); In re Nalbandian, 661
F.2d 1214, 211 USPQ 782 (CCPA 1981). An affidavit

or declaration under 37 CFR 1.132 has minimal evi
dentiary value on the issue of commercial success if
there is no nexus or connection between the sales of
the article in which the design is embodied and the
ornamental features of the design. Avia Group lnt'l
Inc. v. L.A. Gear, 853 F.2d 1557, 7 USPQ2d 1548
(Fed. Cir. 1988).

Submission of expert testimony must establish the
professional credentials of the person signing the affi
davit or declaration, and should not express an opin
ion on the ultimate legal issue of obviousness since
this conclusion is one of law. Avia Group Int'l Inc. v.
L.A. Gear, 853 F.2d 1557, 7 USPQ2d 1548 (Fed. Cit.
1988); Panduit Corp. v. Dennison Mfg. Co., 774 F.2d
1082, 227 USPQ 337 (Fed. Cir. 1985).

With regard to evidence submitted showing that
competitors in the marketplace are copying the
design, more than the mere fact of copying is neces
sary to make that action significant because copying
may be attributable to other factors such as lack of
concern for patent property or indifference with
regard to the patentee's ability to enforce the patent.
Cable Electric Products, Inc. v. Genmark, Inc., 770
F.2d 1015, 226 USPQ 881 (Fed. Cir. 1985).

"A prima facie case of obviousness can be rebutted
if the applicant...can show that the art in any material
respect 'taught away' from the claimed invention, ..A
reference may be said to teach away when a person of
ordinary skill, upon reading the reference...would be
led in a direction divergent from the path that was
taken by theapplicant," In re Haruna, 249 F.3d 1327,
58USPQ2d 1517 (Fed. Cir. 2001).

For additional information regarding the issue of
objective evidence of nonobviousness, attention is
directed to MPEP §716 through § 716.06.

The following form paragraph may be used in an
obviousness rejection under 35 U.S.c. 103('1), where
appropriate.

'f[ 15.1835 U.S.c. l03(a) Rejection (Single Reference)

The claim is rejected under 35 U.S.c. 103(a) as being unpat
entable over [1]. Although the invention is not identically dis
closed ordescribed as setforth in35 U;S.c. 102, if thedifferences
between the subjectmatter sought to be patented and the priorart
aresuch thatthe subjectmatter as a whole would have been obvi
ous at the time the invention was made to a designer having ordi
nary skill in the art to which said subject matter pertains; the
invention is not patentable.

1500-27 August 2001



1504.04 MANUALOF PATENT EXAMININGPROCEDURE

'ff 15.70 Preface, 35 U.S.C.103(a) Rejection
It would have been obvious to a designer of ordinary skill in

the art at the time the invention was made to [1].

Examiner Note:
Insert explanation of the use of the reference applied in bracket

1.

'ff 15.67 Rationale for 35 U.S.c. 103(a) Rejection (Single
Reference)

It is well settled that it is unobviousness in theoverallappear
ance 'of the claimed design, when compared with the prior art,
rather than minute details or small variations in design as appears
to be the case here, that constitutes the test of design patentability.
Seeln reFrick, 275 F.2d 741,125 USPQ 191 (CCPA 1960) and In
reLamb, 286 F.2d 610, 128 USPQ 539 (CCPA 1961).

'ff 15.1935 U.S.c. 103(a) Rejection (Multiple References)
The claim is rejected under 3,5 U.S.C. 103(a) as being unpat

entable over [1] in view of [2].

Although the invention is riot identically disclosed or described
as set forth in 35 U.S.C. 102, if the differences between the sub
jectmatter sought to be patented and the prior art are such that the
subject matter asa whole would have been obvious at the time the
invention was made to a designer of ordinary skill in the art to
which said subject.matter pertains, the invention is not patentable.

'ff 15.68 Rationalefor 35 U.S.C. 103(a) Rejection (Multiple
References)

This-modification of the basic reference in;light of the. second
ary prior art is proper becau;se the applied referenc~s are so related
that the appearance of features shown in one would suggest the
application of those featuresto the other. See lnre Rosen, 673
F.2d 388, 213 USPQ 347 (CCPA 1982); In re Carter, 673 F.2d
1378, 213 USPQ 625 (CCPA 1982); and In re Glavas, 230 F.2d
447,109 USPQ 50 (CCPA 1956). Further, it is noted that case law
has held that a designer skilled in the art is charged with knowl
edge of the related art; therefore, the combination of old elements,
herein, would have been well within the level of ordinary skill.
See In reAntle, 444 F.2d 1168,170 USPQ285 (CePA 1971) and
In reNalbandian, 661 F.2d 1214, 211 USPQ 782 (CePA 1981).

'ff 15.41 Functional, Structural Features Not Considered
Attention is directed to the fact that.design patent applications

are concerned solely with the ornamental appearance of an article
of manufacture. The functional and/or structural features stressed
by applicant in the papers are of no concern in design cases, and
are neither permitted nor required. Function and structure fall
under the realm of utility patent applications.

The following form paragraphs may be used in. a
second or subsequen1 action where appropriate.

'ff 15.38 Rejection Maintained
The. arguments presented have been carefully considered, but

are not persuasive .that the rejection of the claim under [1] should
be withdrawn.

Examiner Note:
In bracket 1, insert basis of rejection.

'ff 15.39 Obviousness Under 35 U.S.c. 103(a) Repeated
It remains the examiner's position thatthe [1] design claimed is

obvious uuder 35 U.S.C. 103(a) over [2].

Examiner Note:
In bracket 1, insert name of design.

'ff 15.39.01 35 U.S.c. 103(a) Rejection Repeated (Multiple
References)

It remains the examiner's position that the claim is obvious
nnder 35 U.S.C. 103(a) over [1] in view of [2].

'ff 15.39.02 Final Rejection Under 35 U.S.c. 103(a) (Single
Reference)

"The claim is again aud FINALLY REJECTED under 35 u.s.e.
103(a) over [1].

Examiner Note:
See paragraphs in MPEP Chapter 700, for "Action is Final"

and "Advisory after Final" paragraphs.

'ff 15.40 Final Rejection Under 35 U.S.c. 103(a) (Multiple
References)

The claim is again and FINALLY REJECTED under 35 U.S.C.
103(a) as being unpatentable over [1] in view of [2].

'ff 15.40.01 Final Rejection Under Other Statutory
Provisions

"The claim is again and FINALLY REJECTED under [1] as
[2].

Examiner Note:
1. In bracket 1, insert statutory basis.

2. In bracket 2, insert reasons for rejection.

1504.04 Considerations Under
35 U.S.C. 112

35 U.S.c, 112. Specification.
The specification shall contain a written description of the

invention, and of the manner and process of making and using it,
in. SUCh, full, clear, concise, and exact terms as to enable any per
son skilled in the art to which it pertains, or with which it is most
nearly connected, to make and use the same, and shall set forth the
best mode contemplated by the inventor of carrying out his inven
tion.

The specification shall conclude with.one or.~ore claims par
ticularly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention.

*****

The drawing in a design application is incorporated
into the claim by use of the claim language "as
shown."
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Additionally, the drawing disclosure can be supple
mented by narrative description in the specification
(see MPEP § 1503.01, subsection 11). This descrip
tion is incorporated into the claim by use of the lan
guage "as shown and described." See MPEP
§ 1503.03.

I. 35 U.S.C. 112, FIRST PARAGRAPH

A. Enablement and Sufficiency ofDisclosure

A defect in the drawing or the narrative description
in the specification that renders the design unclear,
confusing, or incomplete supports a rejection of the
claim under 35 U.S.C. 112, first paragraph, as being
based on a nonenabling disclosure. An evaluation of
the scope of the claim to determine if it meets the
enablement. requirement of 35 U.S.C. 112, first para
graph, cannot be based on the drawings alone. The
scope of a claimed design is understood to be limited
to those surfaces or portions of the article shown in
the drawing in full lines in combination with any
additional written description in the specification. The
title does not define the scope of the claimed design
but merely identifies the article in which it is embod
ied. See MPEP § 1503.01, subsection I. It is assumed
that the claim has been crafted to protect that which
the applicant "regards as his invention." In re Zahn,
617 F.2d 261,204 USPQ988 (CCPA 1980). There
fore, when visible portions of the article embodying
the design are not shown, it is because they form no
part of the claim to be protected. It is prima facie evi
dence that the scope of the claimed design is limited
to those surfaces "as shown" in the application draw
ing(s) in the absence of any additional written disclo
sure. See MPEP § 1503.01, subsection II. "[T]he
adequacy of the disclosure must be determined by ref
erence to the scope asserted." Phi/co Corp. v. Admiral
Corp., 199 F. Supp. 797, 131 USPQ 413,418 (D. Del.
1961).

Only those surfaces of the article that are visible at
the point of sale or during use must be disclosed to
meet the requirement of 35 U.S.C. 112, first para
graph, for an enabling disclosure. "The drawing
should illustrate the design as it will appear to pur
chasers and users, since the appearance is the only
thing that lends patentability to it under the design
law." Ex parte Kohler, 1905 C.D. 192, 192, 116 O.G.
1185, 1185 (Comm'r Pat. 1905). The lack of disclo-

sure of those surfaces of the article which are hidden
during sale or use does not violate the enablement
requirements of the first paragraph of 35 U.S.c. 112
because the "patented ornamental design has no use
other than its visual appearance...." In re Harvey,
12 F3d 1061, 1064, 29 USPQ2d 1206, 1208 (Fed.
Cir. 1993). Therefore, to make the "visual appear
ance" of the design merely involves the reproduction
of what is shown in the drawings; it is not necessary
that the functionality of the article be reproduced as
this is not claimed. The function of a design is "that its
appearance adds attractiveness, and hence commer
cial value, to the article embodying it." Ex parte
Cady, 1916 C.D. 57, 61, 232 O.G. 619, 621 (Comm'r
Pat. 1916).

The undisclosed surfaces not seen during sale or
use are not required to be described in the specifica
tion even though the title of the design is directed to
the complete article because the design is embodied
only in those surfaces which are visible. Ex parte
Salsbury, 38 USPQ 149, 1938 C.D. 6 (Comm'r Pat.
1938). While it is not necessary to show in the draw
ing those visible surfaces that are flat and unorna
mented, they should be described in the specification
by way of a special description if they are considered
part of the claimed design. Ex parte Salsbury, 38
USPQ 149, 1938 C.D. 6 (Comm'r Pat. 1938). Such
special description may not be used to describe visible
surfaces which include structure that is clearly not
flat. Phi/co Corp. v. Admiral Corp., 199 F. Supp. 797,
131 USPQ 413 (D. Del. 1961). See also MPEP
§ 1503.02.

Applications filed in which the title (in the claim)
defines an entire article but the drawings and the spec
ification fail to. disclose portions or surfaces of the
article that would be visible either during use or on
sale, will not be considered to violate the enablement
requirements of the first paragraph of 35 U.S.C. 112.
Therefore, amendment to the title will not be required
in such applications. However, examiners should
include a statement in the first Office action on the
merits (including a notice of allowability) indicating
that the surface(s) or portiones) of the article that
would be normally visible but are not shown in the
drawing or described in the specification are under"
stood to form no part of the claimed design and there
fore; the determination of patentability of the claimed
design is based on the views of the article shown in
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the drawing and the description in the specification.
Form paragraph 15.85 may be used for this purpose.

When inconsistencies between the views of the
drawings are so great that the overall appearance of
the design is unclear, the claim should be rejected
under 35 U.S.c. 112, first paragraph, as nonenabling.
Otherwise, inconsistencies between drawing views
will be objected to by the examiner and correction
required by the applicant. See MPEP § 1503.02.

'f[ 15.85 Undisclosed visible surfaceisi/portionis) ofarticle
not forming part of the claimed design

As the decision of In reZahn, 617 F.2d 261, 204 USPQ 988
(CCPA 1980) holds that anomamental design may be embodied
in less than a complete article, it is understood that the surface(s)
or portiones) of the article that would normally be visible but are
not shown in the drawing or described in the specification of the
present application form/s) no part of the claimed design.There
fore, the determination of patentability of the claimed design is
based on the views of the article shown in the drawing and the
description in the specification.

Examiner Note:
In an examiner's amendment, the above .statemcnt should be

inclnded after form paragraph 13.02.

'f[ 15.20.01 Rejection, 35 u.s.c. 112, First Paragraph
(Nonenabling)

The claim is rejected under 35 U~S.C. 112, first paragraph, as
the claimed invention is not described in such full, clear; concise
and exact terms as to enable any person skilled in the art to-make
and use the same.

The claim is nonenabling because [1].

Examiner Note:
1. In bracket 1, insert a detailed explanation (with photoprint, if
helpful) of the areas or portions of the design which are nonen
abling.
2. This rejection shon1d be followed by form paragrapb 15.65
when the claim would seem to be fatally defective.

'f[ 15.20.02 Suggestion of Submission to Overcome
Rejection Under 35 U.S.C. 112, First Paragraph
(Nonenabling)

It is suggested that applicant may submit large, clear sketches
or photographs which show [1] in order that the examiner may be
in a position to determine if the claim may be clarified without the
addition ofnew matter (35 U.S.C. 132,37 CPR 1.121).

Examiner Note:
In bracket 1, identify the areas or portions of the design which

are unclear.

'f[ 15.65 Amendment May Not Be Possible
The claim might be fatally defective; that is, it might not be

possible to [1] without introdncing new matter (35 U.S.C. 132, 37
CPR 1.121).

Examiner Note:
In bracket 1, identify portion of the claimed design which is

insufficiently disclosed.

'f[ 15.73 Drawing Corrections Required
Failure to submit proposed drawing corrections or additional

drawing views overcoming all of the deficiencies in the drawing
disclosure set forth above, or an explanation why proposed draw
ing corrections or additional drawing views are not necessary will
result in the rejection of the claim under 35 U.S.C. 112, first para
graph, being made FINAL in the next Office action.

B. New Matter

New matter is subject matter which has no anteced
ent basis in the original specification, drawings or
claim (MPEP § 608.04). An amendment to the claim
must have antecedent basis in the original disclosure.
35 U.S.C. 132; 37 CFR 1.121(£). Prior to final
action, all amendments will be entered in the applica
tions and will be considered by the examiner. Ex parte
Hanback, 23] USPQ 739 (Bd. Pat. App. & Inter.
1986). An amendment to the claim which has no ante
cedent basis in the specification andlor drawings as
originally filed introduces new matter because that
subject matter is not described in the application as
originally filed. The claim must be rejected under
35 U.S.c. 112, first paragraph. An amendment to the
disclosure not affecting the claim (such as environ
ment in the title or in broken lines in the drawings),
which has no antecedent basis in the application as
originally filed, must be objected to under 35 U.S.C.
132 as lacking support in the application as originally
filed and a requirement must be made to cancel the
new matter.

The scope ofa design claim is defined by what is
shown in full lines in the application drawings. 1n re
Mann, 861 F.2d 1581, 8 USPQ2d 2030 (Fed. Cir.
1988). The claim may be amended by broadening or
narrowing its scope within the bounds of the disclo
sure as originally filed.

A change in the configuration of the claimed design
is considered a departure from the original disclosure
and introduces prohibited new matter (37 CFR
1.2] (f)). See 1n re Salmon, 705 F.2d 1579, 217 USPQ
981 (Fed. Cir. ]983). This includes the removal of
three-dimensional surface treatment that is an integral
part of the configuration of the claimed design, for
example, beading, grooves, and ribs. The underlying
configuration revealed by suchan amendmeut would
not be apparent in the application as filed and, there-
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fore, it could uot be established that applicaut was iu
possessiou of this ameuded coufiguratiou at the time
the application was filed. An amendment which alters
the appearauce of the claimed design by removing
two-dimensional, superimposed surface treatment
may be permitted if it is clear from the application
that applicaut had possession of the underlying con
figuration of the design without the surface treatment
at the time of filing of the application. See In re
Daniels, 144 F.3d 1452, 1456-57, 46 USPQ2d 1788,
1790 (Fed. Cir. 1998).

Ameudments to the title must have autecedent basis
in the original application to be permissible. If au
amendment to the title directed to the article in which
the design is embodied has no autecedent basis in the
origiual application, the claim will be rejected under
35 U.S.c. 112, first paragraph, as failing to comply
with the written description requirement thereof. Ex
parte Strijland, 26 USPQ2d 1259 (Bd. Pat. App. &
Inter. 1992). If au amendmeut to the title directed to
the environment in which the design is used has no
antecedent basis in the origiual applicatiou, it will be
objected to under 35 U.S.C. 132 as introducing uew
matter into the disclosure. See MPEP § 1503.01, sub
sectiou I.

Examples of permissible amendments filed with the
original application include: (A) a prelimiuary amend
ment filed simultaneously with the application papers,
that is specifically identified in the original oath/dec
laration as required by 37 CFR 1.63 and MPEP §
608.04(b); and (B) the iuclusion of a disclaimer in the
original specification or on the drawings/photographs
as filed. See 37 CFR 1.152 aud MPEP § 1503.01 aud
§ 1503.02.

An example of a permissible ameudment submitted
after the filing of the applicatiou would be au amend
ment that does not involve a departure from the con
figuration of the original disclosure (37 CFR
1.121(f».

An example of an impermissible amendment which
introduces new matter would be an amendmeut to the
claim without antecedeut basis in the original disclo
sure which would chauge the configuration or surface
appearance of the original design by the addition of
previously undisclosed subject matter. In re Berkman,
642 F.2d 427,209 USPQ 45 (CCPA 1981).

When au amendment affecting the claim is submit
ted that introduces uew matter into the drawing, spec
ification or title aud a rejection under 35 U.S.c. 112,
first paragraph is made, the examiner should specifi
cally identify in the Office action the subject matter
which is not considered to be supported by the origi
ual disclosure. A statement by the examiner that
merely geueralizes that the amended drawiug, specifi
cation or title contains new matter is not sufficient.
Examiners should specifically identify the differences
or changes made to the claimed design that are cou
sidered to introduce new matter into the original dis
closure, aud if possible, suggest how the ameuded
drawing, specification or title cau be corrected to
overcome the rejection. Form paragraph 15.51 may
be used.

If au amendment that introduces uew matter into
the claim is the result of a rejection uuder 35 U.S.C.
112, first paragraph for lack of enablement, and it is
clear that the disclosure of the claimed design as orig
inally filed cauuot be corrected without the introduc
tion of new matter, the record of the applicatiou
should reflect that the claim is seen to be fatally
defective. Form paragraph 15.65 may be used to set
forth this position.

'If 15.51 35 U.S.c. 112, First Paragraph Rejection (New
Matter)

The claim is rejected under 35 U.S.c. 112, first paragraph as
failing to comply with the description requirement thereof since
the [1] introduces new matter not supported by the original disclo
sure. The original disclosure -does not reasonably convey to _a
designer of ordinary skill in the art that applicant was in posses
sion of the design now claimed at the time the application was
filed. See In re Daniels, 144 F.3d 1452,46 USPQ2d 1788 (Fed.
Cir. 1998); In re Rasmussen, 650 F.2d 1212, 211 USPQ 323
(CCPA 1981).

Specifically, there is no support in theoriginal disclosure [2].
To overcome this rejection, applicant may attempt to demon

strate thatthe originaldisclosureestablishes thathe or she was in
possession of the amended claim or [3].

Examiner Note:
1. In bracket I, specify whether new drawing or amendment to
the.drawing, title or specification.

2. In bracket 2, specifically identify what is new matter so that
thebasis for therejectionis clear.

3. In bracket 3, insertspecific suggestionhow rejectionmay be
overcome depending on the basis; such as, "thebracket in figures
3 and4 of the new drawing may be corrected to correspond to the
original drawing" or "thespecificationmay be amended by delet
ing the special description."

1500-31 August2001



1504.04 MANUAL OF PATENT EXAMINING PROCEDURE

'f[ 15,65 Amendment May Not Be Possible
The claim might be fatally defective; that is, it might not be

possible to [11 without introducing new matter (35 U.S.C. 132,37
CFR 1.121).

Examiner Note:
In bracket 1, identify portion of the claimed design which is

insufficiently disclosed.

'f[ 15.51.01 Amendment to Disclosure Not Affecting cua«.
35 U.S.c. 132 Objection (New Matter)

The [11 is objected to under 35 U.S.C. 132 and 37 CFR 1.121
as introducing new matter hot supported by the original disclo
sure. The original disclosure does not reasonably -convey to a
designer of ordinary skill in the art that applicant was in posses
sion of the amended-subject matter at the time the application was
filed. See In reRasmussen, 650 F.2d 1212, 211 USPQ 323 (CCPA
1981).

Specifically, there is no support in the original disclosure [2].

To overcome this objection, applicant may attempt to demon
strate that the original disclosure establishes that he or she was in
possession of the amended subject matter or [3].

Examiner Note:
1. In bracket l,specify whether new drawing or amendment to
the drawing, title or specification.

2. In bracket 2, specifically identify what -is new matter so that
the basis for the objection is clear.

3. In bracket 3, insert specific suggestion how the objection
may be overcome depending on the basis; such as, "the broken
line showing of environmental structure in Fig. 1 ofthe new draw
ing may be omitted to correspond to the original drawing" or "the
title may be amended by deleting the reference to environmental
structure".

II. 35 U.s.C.112, SECOND PARAGRAPH

Defects in claim language give rise to a rejection of
the claim under the second paragraph of 35 U.S.c.
112. The fact that claim language, including terms of
degree, may not be precise, does not automatically
render the claim indefinite under 35 U.S.C. 112, sec
ond paragraph. "[T]he definiteness of the language
employed must be analyzed - not in a vacuum, but
always in light of the teachings of the prior art and of
the particular application disclosnre as it would be
interpreted by one possessing the ordinary level of
skill in the pertinent art." In re Moore, 439F.2d 1232,
1235, 169 USPQ 236, 238 (CCPA 1971). A claim
may appear indefinite when read in a vacuum, but
may be definite upon reviewing the application dis
closure or prior art teachings. Moreover, an otherwise
definite claim in a vacuum may be uncertain when
reviewing the application disclosure and prior art.

Moore, 439 F.2d at 1235 n.2, 169 USPQ at 238 n.2.
See also MPEP § 2173.05(b).

Use of the phrases in the claim such as "or similar
article:' "or the like," or equivalent terminology has
been held to be indefinite. See Ex parte Pappas,
23 USPQ2d 1636 (Bd. Pat. App. & Inter. 1992). How
ever, the use of broadening language such as "or
the like," or "or similar article" in the title when
directed to the environment of the article embodying
the design should not be the basis for a rejection under
35 U.S.C. 112, second paragraph. See MPEP
§ 1503.01, subsection 1.

Examiners are reminded that there is no per se
rule, and that the definiteness of claim language must
be evaluated on the facts and circumstances of each
application. The following form paragraphs may be
used.

'f[ 15.22.02 Rejection, 35 U.S.c. 112, 2nd Paragraph ("Or
the Like" In Claim)

The claim is rejected under 35 U.S.C. 112, second paragraph,
as being indefinite for failing to particularly point out and dis
tinctly claim the subject matter which applicant regards as the
invention. The claim is indefinite because of the use of the-phrase
"[1]" following the litle. Cancellalion of said phrase in the claim
and each occurrence of the title throughout the papers, except the
oath or declaration, will overcome the rejection. See Ex parte'
Pappas, 23 USPQ2d 1636 (Bd. App. & Inter. 1992) and 37 CFR
1.153.

Examiner Note:
1. This rejection should be used where there is another rejection
in the Office action. For issue with an examiner's amendment, see
form paragraph 15.69.01.
2. In bracket 1, insert --or the like-. or --or similar article--.
3. This form paragraph should not be used when"or the like" or
"of similar article" in the title-is directed to the environment of the
article embodying the design.

'f[ 15.69.01 Remove Indefinite Language ("Or The Like")
by Examiner's Amendment

The phrase [l] in the claim following the title renders the claim
indefinite. By authorization of [2] in a telephone interview on [3],
the phrase has been cancelled from the claim and at each occur
rence of the title throughout the papers, exceptthe oath or declara
lion (35 U.S.C. 112, second paragraph, and 37 CFR 1.153): See
Ex parte Pappas, 23 USPQ2d 1636 (Bd. Pat. App. & Inter. 1992).

Examiner Note:
In bracket 1, insert objectionable phrase, e.g., --Of the like--, -

or similar article--, etc,

The claim should be rejected as indefinite when it
cannot be determined from the designation of the
design as shown in the drawing, referenced in the title
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and described in the specification what article of man
nfacture is being claimed, e.g., a design claimed as a
"widget" which does not identify a known or recog
nizable article of manufacture. The following form
paragraphs may be used.

'If 15.22.03 Rejection. 35 U.S.c. 112, Second Paragraph
(Title Fails to Specify a Known Article ofManufacture)

The claim as defined by the title is indefinite in that the title
fails to.identify an article of manufacture and-thedrawing disclo
sure does not inherently identify the article in which the design is
embodied. Therefore, any attempt to clarify the title by specifying
the article in which the design _is embodied _may introduce new
matter. See 35 U.S.C. 132 and 37 CFR 1.121.

'If 15.21.01 Rejection. 35 U.S.c. 112 (Second Paragraph)
(Information Requested)

The claim is rejected for failing to, particularly point out and
distinctly claim the invention as required in 35 U.S:.c. 112, second
paragraph. The title of the article in which the design is embodied
or applied is too ambiguous arid therefore indefinite for the exam
iner to make a proper examination of the claim under 37 CPR
1.104.

Applicant is therefore required to _provide a sufficient explana
tion of the nature and intended use of the article in which the
claimed design is embodied or applied, so that a proper classiflca
tion and reliable search can be made. See 37 CFR 1.154(b)(l);
MPEP 1503.01. Additional information, if available. regarding
analogous fields of. search, pertinent prior art, advertising bro
chures and the filing of copending utility applications would also
prove helpful. If a utility application has been filed, please furnish
its application number.

This information should be submitted in the form ofa' separate
paper, and should not be inserted in the specification (37 CFR
1.56). See also 37 CFR 1.97, 1.98 and 1.99.

1lI. RELATIONSHIP BETWEEN THE RE
QUIREMENTS OF THE FIRST AND SEC
OND PARAGRAPHS OF 35 U.S.C.H2

While the requirements ofthe first and second para
graphs of 35 U.S.C. 112 are separate and distinct, the
relationship between these requirements is not always
easily distinguishable in design patent practice,
because the drawing disclosure (which is equivalent
to the written description) is incorporated into the
claim by the use of the claim language "as shown."
This reference to the drawing in the claim is the basis
for a rejection under 35 U.S.C. 112, first paragraph,
when an amendment to the drawing disclosure of the
design introduces new matter (35 U.S.C. 132). A
rejection under 35 U.S.C. 112, first and second para
graphs, should be made when the drawing disclosure
and the claim disagree; conflict or are inconsistent,

other than in scope, and confusion exists as to whether
the claimed design is sufficiently disclosed in the
enabling teachings of the drawings. For instance, if
the subject matter defined in the claim is directed to a
design embodied in a chair and the drawing only dis
closes a design embodied in a table, the claim should
be rejected under 35 U.S.c. 112, first and second
paragraphs, as being based on a nonenablingdisclo
sure and as being indefinite since it is not clear what
article of manufacture. is being claimed. Form para
graph 15.21 may be used.

'If 15.21 Rejection, 35 U.S.c. 112. First And Second
Paragraphs

The Claim is rejected under 35 U.S.c. 112, first and second
paragraphs, as the claimed invention is not described in such full,
clear, concise and exact terms as to enable any person skilled in
the art to make and use the same, and/or for failing to particularly
point out and distinctly claim the subject matter which applicant
regards as the invention.

Examiner Note:
1. This form paragraph should not be used when it is appropri
ate to make one ormore separate rejections under the first and/or
the second paragraph of 35 U.S.C. 112. In other words, separate
rejections under either the first or the second paragraph of 35
U.S.C. 112 are preferred. This form paragraph should only be
used when either the first or the, second paragraph of35 U.S.C.
112 could be. applicable, but due to some question of interpreta
tion, uncertainty exists as to whether the claimed invention is suf
ficiently described in the' enabling teachings of the specification or
the claim language is indefinite.
2. A full explanation should be provided with this-rejection.

Where the design claim would otherwise be patent
able but for the presence of any rejection under
35 U.S.C. 112, first and/or second paragraphs, form
paragraph 15.58.01 may be used.

'If 15.58.01 Claimed Design Is Patentable. (35 U.S.c. 112
Rejections)

The cl<rlmed design is patentable over the references cited.
However, a final determination of patentability will be made upon
resolution of the above rejection.

Form paragraphs 15.38 and 15.40.01 may be used
in a second or subsequent action, where appropriate
(see MPEP § 1504.02).

1504.05 Restriction

General principles of utility restriction are set forth
in Chapter 800 of the MPEP. These principles are
also applicable to design restriction practice with the
exception of those differences set forth in this section ..

1500-33 August 2001



1504.05 MANUAL OF PATENT EXAMINING PROCEDURE

Unlike a utility patent application, which can con
tain plural claims directed to plural inventions, a
design patent application may only have a single
claim and thus must be limited to patentably indistinct
designs. Therefore, the examiner will require restric
tion in each design application which contains more
than one patentably distinct design.

Restriction will be required under 35 U.S.C.121 if
a design patent application discloses multiple designs
that are either independent or patentably distinct from
each other and cannot be supported by a single claim.
The issue of whether a search and examination of an
entire application can be made without serious burden
to an examiner (as noted in MPEP § 803) is not appli
cable to design applications when determining
whether a restriction requirement should be made. If
multiple designs are held to be patentably indistinct
and can be covered by a single claim, any rejection of
one over prior art will apply equally tei all. Ex parte
Appeal No. 315·40, 152 USPQ 71 (Bd. App. 1965).

I. INDEPENDENT INVENTIONS

Design inventions are independent if there is no
apparent relationship between two or more disparate
articles disclosed in the drawings; for example,a pair
of eyeglasses and a door handle; a bicycle and a cam
era; an automobile and a bathtub. Also note examples
in MPEP § 806.04. Restriction in such cases is
clearly proper. This situation may be rarely presented
since design patent applications are seldom filed con
taining disclosures of independent articles.

II. DISTINCT INVENTIONS

Design inventions are distinct if the overall appear
ance of two or more embodiments of an article as dis
closed in the drawings are different in appearance or
scope; for example, two embodiments of'.abrush, and
their appearances are patentable (novel and unobvi
ous) over each other. Restriction in such cases is also
clearly proper. Distinct designs may constitute either
multiple embodiments of the same article or they may
be related as a combination and subcombination of
the overall design. In addition, applications that
include one or more embodiments disclosing all sur
faces of an article as well as other embodiments dis
closing only a portion of an article must be evaluated
to determine whether the differences in scope patent
ably distinguish the overall appearance of the fully

disclosed embodiments over the partially disclosed
embodiments. If the differences in scope between the
embodiments render them patentably distinct, then
restriction would be proper. In determining the ques
tion of patentable distinctness under 35 U.S.c. 121 in
a design patent application, a search of the prior art
may be necessary.

A. Multiple Embodiments » Difference in Appear
ance

It is permissible toillustrate more than one embodi
ment of a design invention in a single application.
However, such embodiments may be presented only if
they involve a single inventive concept and are not
patentably distinct from one another. See In re Rubin
field, 270 F.2d 391, 123 USPQ 210 (CCPA 1959).
Embodiments that are patentably distinct over one
another do not constitute a single inventive concept
and thus may not be included in the same design
application. In re Platner, 155USPQ 222 (Comm'r
Pat. 1967). The disclosure of plural embodiments
does not require or justify more than a single claim,
which claim must be in the formal terms stated in
MPEP § 1503.03. The specification should make
clear that multiple embodiments are disclosed and
should particularize the differences between the
embodiments. If the disclosure of any embodiment
relies on the disclosure of another embodiment for
completeness to satisfy the requirements of 35 U.S.c.
112, first paragraph, the differences between the
embodiments must be identified either in the figure
descriptions or by way of a special description in the
specification of the application as filed. For example,
the second embodiment of a cabinet discloses a single
view showing only the difference in the front door of
the cabinet of the first embodiment; the figure
description should state that this view "is a second
embodiment ofFigure I, the only difference being the
configuration of the door, it being understood that all
other surfaces are the same as those of the first
embodiment." This type of statement in the descrip
tion is understood to incorporate the disclosure of the
first embodiment to complete the disclosure of the
second embodiment. However, in the absence of such
a statement in the specification of an application as
filed, the disclosure of one embodiment will normally
not be permitted to provide antecedent basis for any
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written or visual amendment to the disclosure of other
embodiments.

The obviousness standardunder 35U.S.C. l03(a)
must be applied in determining whether multiple
embodiments may be retained in a singleapplication,
That is, the. differences betwee.n the .emb?diments
must either be de minimis and unrelated totheir over
all aesthetic appearance or must be obvious to. a
designer of ordinary skill in view of the analogous
prior art in order to be retained in a single application.
If the embodiments are not considered obvious under
35 U.S.C.103(a),restriction must be required. . ..

Form paragraph l5.27.02.or 15.27.03, if appropri
ate, may be used to notify applicant that restriction.is
not required because the embodiments are not patent
ably distinct.

'!l i5;27.02 Restriction Not Required - Change In
Appearance (First Action - Non issue)

This application discloses the following. embodiments:
Embodiment I - Figs. [1]
Embodiment 2 - Figs. [2]
[3]
Multiple embodiments of a single inventive concept may. be

included in the same design application oIily if they are patentably
indistinct. See In re Rubinjield, 270 F.2d 391, 123 USPQ 210
(CCPA 1959). Embodiments that are patentably distinctfrom.one
another do not constitute a single inventive concept and thus may
not be included in the same design-application. -. See In-re Platner,
155 USPQ 222 (Comm'r Pat. 1967).

The above identified embodiments are considered by the
examiner to present overall appearances that are not distinct from
one another. Accordingly, they are deemed to comprise a single
inventive concept and are being: retairied and examined in the
same application.' Any rejection: of one embodiment over prior art
will apply equally to all other embodiments. See Ex parte Appeal
No. 315-40, 152 USPQ 71 (Bd. App. 1965). No argmnent assert
ing patentability based on' the differences between the embodi
ments will be considered once the embodiments have. been
determined to comprise a si~gle inventive concept. Failure, of
applicant to traverse this determination in reply to this action will
be considered all admissionof lack of' patentable distinction
between the above identified embodiments.

Examiner Note:
In bracket 3, add embodiments as necessary.

'!l i5.p.03 Restriction NOI Required -c;hange In
Appearance (First Action Issue)

This application discloses the following embodiments:
Embodiment I - Fig" [1]
Embodiment 2 - Figs. [2]
[3]
Multiple embodiments of a single inventive concept maybe

included in the same design application only if they are patentably

indistinct. See In re Rubirfield, 270 F.2d391, 123 USPQ 210
(CCPA 1959). Embodiments that are patentably distinct from one
another do not constitute a single inventive concept and thus may
not be included in the same design application. See 'In re'Ptamer.
155 USPQ 222 (Comm'r Pat. 1967).

Thetabove identified embodiments-ere considered by the
examiner to present overall appearances that are not distinct from'
one another. Accordingly, they' are deemed' to: comprise' a -single
inventive concept and are, being retained and examined in the
sameapplicauon. " ,

Examiner Note:
In bracket 3, add embodiments as necessary;

The following form paragraphs may be used in. a
restriction requirement.

'!l 15.27Restrictiofl Under 35 U.S.c. 121
This application discloses the,following embodiments:

Embodiment.Le.Pigs, [1]
Embodiment 2- Fig" [2]
[3]

Multiple embodiments of a single inventive concept maybe
included in the same design application only if they are patentably
indistinct. See In re Rubinjield, 270 F.2d 391, 123 USPQ 210
(CCPA 1959). Embodiments that are patentably distinct from one
another do not constitute a single inventive concept and thus may
not be. included In the same design application. ,Se,eIn.re Platner,
155 PSPQ 222 (Comm'rPat. 19,,7). The[4] create(s) patentably.
distinct designs.

The .above embodiments divide .into the following patentably
distinct groups ofdesigns:

Gronp I: Embodiment [5]
Group IT:·Embodiment [6]
[7]
Restriction is required under 35U.S.C; 121to one of the above

identified patentably 'distinct groups ofdesigns.

A reply to this requirement must include an election of a single:
group for prosecution on the, merits, even if this requirement is
traversed, 37 CFR1.l43. Any reply that does notinclude election
of a single gtoupwill be held nonresponsive.: Applicant is 'also
requested to direct cancellation of all drawing figures and the cor
responding descriptions which are directed to the. nonelected
groups.

Should applicant traverse this requirement on the grounds.that
the' groups are' riot-patentably distinct; applicant- should present
evidence or identify .such evidence now: of. record -showing the
groups to be obvious' variations of one another; 'If the groups are
determined not tobe patentably distinct and they remain in this
application, anyrejection of.one group over prior art will apply
eqnally to all other embodiments. See Ex parte Appeal No. 315
40;152 USPQ 71 (Bd.App. 1965). No argument asserting patent
ability based on the differences between the groups will be-con
sidered-once the groups have been .determined. to comprise a
single inventive concept

In view .of theabove requirement, action on the merits is
deferred pending compliance with the requirement in accordance
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with Ex parte Heckman, 135 USPQ 229 (P.O. Super. Exam.
1960).

Examiner Note:
1. In bracket 3, add embodiments as necessary;

2. In bracket 4, insert an explanation of the difference(s)
between the designs.
3, Inbracker7,add:groups as necessary.

'115.27.01 Restriction Under 35 us.c. 121 (Obvious
Variations Within Group)

This application discloses the following embodiments:

Embodiment 1 - Figs. [1]
Embodiment 2 - Figs. [2]
[3]
Multiple embodiments of a single inventive concept may be

included in the same design application only if they are patentably
indistinct. See In re Rubinfield; 270 F.2d 391, 123 USPQ 210
(CCPA 1959). Embodiments that are patentably distinct from one
another do not constitute a single inventive-concept and thus may
not be included in the same design application. See In'rePlatner,
155 USPQ 222 (Comm'r Pat. 1967).

The above-embodiments divide into the' following patentably
distinct groups ofdesigns:

Group I: Embodiment [4]

Group II: Embodiment [5]

[6]
l'he'embodiments ',' disclosed within each group do' not present

overall appearances that are distinct from oneanother; i.e., they
are considered by the examiner to be obvious variations of one
anotherwithin the group. 'These embodiments 'thus comprise a
single inventive concept and are grouped together. However, the
[7] patentably distinguishes each gronp from the other(s).

Restriction is required under 35 U.S.C. 121-toone of the-pat
entably distinct groups of the designs.

A reply to this requirement must include an.election of a single
group for prosecution on the merits; even if this requirement is
traversed, 37 CPR 1.143. Aoy reply that does not include election
of a.singlegroup will be held nonresponsive. Applicant is also
requested to direct cancellation of all drawing figures andthe cor
responding .descriptions which are directed. to the .nonelected
groups.

Should applicant traverse this requirement on' the grounds that
the groups are not patentably distinct, applicant should present
evidence, or-identify-such evidence .now ·of record showing the
groups to be obvious variations of one another. If the groups are
determined not to be patentably distinct-and they remain in this
application, ·any. rejection of one group over prior art will apply
equally to all other groups. See Ex parte AppealNo. 315-40, 152
USPQ 71 (Bd. App. 1965). No argument asserting patentability
based on the differences between the groups will be considered
once the groups have been determined tocomprise a single inven
tive concept.

In view of the above requirement, action on the merits is
deferred pending compliance with the requirement in accordance
with Ex parte Heckman, 135 USPQ 229 (P.O. Super. Exam.

1960).

Examiner Note:

1. In bracket 3, add embodiments as necessary.
2. In bracket 6, add groups as necessary.
3. In 'bracket 7, insert an explanation of the difference(s)
between the,groups.

'I 15.28 TelephoneRestriction Under 35 U.S.c. 121
This application discloses the following embodiments:
Embodiment I - Figs. [I]
Embodiment 2 - Figs. [2]
[3]
MUltiple embodiments of a single inventive concept may be

included in the same design application only if they are patentably
indistinct. See in re Rubinfield; 123 USPQ 210 (CCPA 1959).
EtnbodiIllents thatare patentably distinct from~me anotherdo not
constitute a single inventive concept and thus may not be included
in the same design application. The [4] createtsj patentably dis
tinct designs. See in re Platner, 155 USPQ 222 (Comm'r Pat.
1967).

The above disclosed embodimentsdivide into the following
patentably distinct groups of designs:

Group I: Embodiment [5]
Group II: Embodiment [6]
[7]
Restriction is required under 35 U.S.c. 121 to one of the pat

entably distinct groups of designs.
During. a telephone discussion with .[8] .on ·[9]; a provisional

election was made [10] traverse to prosecute the design(s) of
group [11]. Affirmation of this election should be made by appli
cant in replying to this Office action.

Group [12] is withdrawn from further. consideration by the
examiner, 37 CPR 1.142(b), as being for a nonelected design(s).

Examiner Note:

1. In bracket 3, add embodiments, as necessary.
2. In .bracket 4, insert '!11 explanation of the difference(s)
between the designs.
3. In bracket 7, add groups as necessary.
4. In bracket 10, insert -~with-- or -vwithout-c.

'I 15.28.01 Telephone Restriction Under 35 U.S.C.121
(Obvious Variations Within Group)

This application discloses the following embodiments:
Embodiment 1 - Figs. [I]
Embodiment 2 - Figs. [2]
[3]
Multiple embodiments of a single inventive concept may be

included in the same design application only if they are patentably
indistinct. See In re Rubirfield. 270 F.2d 391, 123 USPQ 210
(CCPA 1959). Embodiments that are patentably distinct from one
another do not constitute a single inventive concept and thus may
not be included in the same design application. See In re Platner,
155 USPQ 222 (Comm'r Pat. 1967).

The above embodiments divide into the following patentably
distinct groups of designs:

Group I: Embodiment [4]
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Group II: Embodimeut [51
[61
The embodiments disclosed within each group do not present

overall appearances that are distinct from.one another, i.e., they
are considered by the examiner to be obvious variations. of one
another within the group. These embodiments thus comprise a
single inventive concept and are grouped together. However, the
[7] patentably distinguishes each group from the other(s).

Restriction is required under 35 U.S.C. 121 to one of the pat
entably distinct groups of designs.

During a telephone discussion with [8] on [9], a provisional
election was, made [10] traverse to prosecute the design(s) of
group [11]. Affirmation of this election shonld be made by appli
cant inreplying tothis Office action.

Group [I2lis withdrawn from further consideration by the
exautiner, 37 CPR 1.142(b), as being for a nouelected design(s).

Examiner Note:
1. ill bracket 3, add embodiments as necessary.
2. In bracket 6, add groups as necessary.
3. In bracket 7, insert an explanation of the differences between
the groups.
4. In bracket 10, insert --with--or -cwithout.-.

'f{ 15.31 Provisional Election Required (37 CFR 1.143)
Applicant is advised that the reply to be complete must include

a provisional election of one of the enumerated designs, .even
though the requirement may be traversed (37 CPR 1.143).

B. CombinationlSubcombination - Difference in
Scope

A design claim covers the entire design as a whole.
It is not limited to any part or portion of the design.
However, a design claim may cover embodiments of
different scope directed to the same inventive concept
within a single application if the designs are not pat
entably distinct. In re Rubinfield, 270 P'2d391, 123
USPQ 210 (CCPA 1959). The court held that the
inventive concept of a design is not limited to its
embodiment in a single specific article, and as long as
the various embodimenls are not patentably distinct,
they may be protected by a single claim. Blumcraft of

Pittsburgh v. Ladd, 144 USPQ 562 (D.D.C. 1965).
The determination that the design of the subcombina
tion/elemenl is patentably indistinct from the combi
nation means that the designs are not patentable
(novel and unobvious) over each other and may
remain in the same application. If the embodiments
are patentably distinct, the designs are considered to
be separate inventions which require separate claims,
and restriction to one or the other is necessary. See In

re Kelly, 200 USPQ 560 (Comm'r Pat. 1978); Ex
parte Sanford, 1914 C.D..69, 204 O.G. 1346 (Comm'r

Pat. 1914); Ex parte Heckman, 135 USPQ 229 (p.O.
Super. Exam. 1960). Form paragraph 15.27.04 or
15.17.05, if appropriate, may be used to notify appli
cant that restriction is not required because the
embodiments required are not patentably distinct.

'f{ 15.27.04 Restriction Not Required - Change In Scope
(First Action - Non Issue)

This application discloses the following embodiments:

Embodiment! - Figs. [1]

Embodiment 2 - Figs. [2]

[31
Designs which involve a change in scope may be included in

the same design application only if they are patentably indistinct
as design patent protection does not extend to patentably distinct
segregable parts of a design. Ex parte Sanford, 1914 C.D. 69, 204
0.0. 1346 (Comm'r Pat. 1914); Blumcraft ofPittsburgh v. Ladd,
144 USPQ 562 (D.D.C. 1965).

The above identified embodiments .are considered by the
examiner to preserit overall appearances that are not distinct from
one another. Accordingly, they are deemed to comprise a single
inventive concept and have been examined together; Anyrejection
of one embodiment over prior art will apply equally to all other
embodiments. Ex parte Appeal No. 315-40, 152 USPQ71 (Bd.
App. 1965). No argument asserting patentability based on the dif
ferences between the embodiments will be considered once the
embodiments have been determined to comprise a single inven
tive concept. Failure of applicant to traverse this determination in
reply to this Office action will be considered an admission of lack
of patentable disrinctionbetweenthe embodiments.

Examiner Note:
In bracket 3, add embodiments as necessary.

Form paragraph 15.29 or 15.30, if applicable, may
be used to make a restriction requirement.

'f{ 13,27.05 Restriction Not Required - Change In Scope
(First ActionIssue) .

This application discloses. the following embodiments:

Embodimeut I - Figs. [1]

Embodiment 2- Figs. [2]

[31
Designs which involve a change in scope may be included in

the same design application only if they are patentably indistinct
as" design patent protection does not extend to patentably distinct
segregable parts of a design. Exparte Sanford, 1914 C.D. 69, 204
0.0. 1346 (Comm'r Pat. 1914); Blumcraft ofPittsburgh v. Ladd,
144 USPQ 562 (D.D.C. 1965).

The above identified embodiments are considered by the
examiner to present overall appearances that are not distinct from
one another. Accordingly, they are deemed to comprise a single
inventive concept and have been examined together.

Examiner Note:
In bracket 3, add embodiments as necessary.

1500-37 August 2001



1504.05 MANUAL OF PATENT EXAMINING PROCEDURE

Form paragraph 15.29 or 15.30, if appropriate, may
be used to make a restriction requirement.

'ff 15.29 Restriction Under 35 u.s.c. 121 (Segregable
Parts or Combination/Subcombination)

This application discloses the following embodiments:

Embodiment 1 - Figs. [1] drawn to a [2].

Embodiment 2 - Figs. [3] drawn to a [4].

[5]
Restriction to one of the following inventions is. required under

35 U.S.c. 121:

Gronp I - Embodiment [6]

Gronp II - Embodiment [7]

[8]

The designs as grouped are distinct from each other since
under the law a design patent covers only. the invention disclosed
as an entirety, and does not extend to patentably distinct segrega
ble parts; the only way to protect such segregable parts is to apply
for separate patents. See Ex parte Sanford, 1914 CD 69, 204 OG
1346 (Comm'r Pat. 1914); and Blumcraftof Pittsburgh v. Ladd,
144 USPQ 562 (D.D.C. 1965). It is further noted that patentably
distinct combinationlsubcombination subject matter must be sup
ported by separate claims, whereas only a single claim is pennis
sible in a design patent application. See In re Rubinfield. 270 F.2d
391, 123 USPQ 210 (CCPA 1959).

[9J
Because the designs are distinct for the reason(s) given above,

and have acquired separate status in the art, restriction for exami
nation purposes as indicated is proper (35 U.S.C. 121).

A reply to this requirement must include an election of a single
group for prosecution on the merits, even if this requirement is
traversed. 37 CPR 1.143. Any reply that does not include an elec
tion of a single group will be held nonresponsive. Applicant is
also requested to direct cancellation of all drawing figures and the
corresponding descriptions which are directed to the nonelected
groups.

Should applicant traverse this requirement on the grounds that
the groups are not patentably distinct, applicant should present
evidence or identify such evidence now of record 'showing the
groups to be obvious variations of one another. If the groups·are
determined not to be patentably distinct and they remain in this
application, any rejection of one group over the prior art will
apply equally to all other groups. See Exparte AppeaiNo. 315-40,
152 USPQ 71 (Bd. App. 1965). No argument asserting patentabil
ity based on the differences between the groups will be considered
once the groups have been determined to comprise a single inven
tive concept.

In view of the above requirement, action on the merits is
deferred pending compliance with the requirement in accordance
with Ex parte Heckman, 135 USPQ 229 (P.O. Super. Exam.

1960).

Examiner Note:
1. In bracket 5, add embodiments as necessary.

2. In bracket 8, add groups as necessary.

3. In bracket 9, add comments, if necessary.

'ff 15.30 Telephone Restriction Under 35 U.S,c. 121
(Segregable Parts or Combination/Subcombination)

This application discloses the following embodiments:
Embodiment 1 - Figs. [1] drawn to a [21.
Embodiment 2 - Figs. [3] drawn to a [4].
[5]
Restriction toone of the following inventions is required under

35 U.S.C. 121:
Group I - Embodiment [6]
Group II - Embodiment [7]
[8]
The designs as grouped are distinct from each other since

under the law a design patent covers only the invention disclosed
as an entirety, and does not extend to patentably distinct segrega
ble parts; the only way to protect such segregable parts is to apply
for separate patents. See Ex parte Sanford, 1914 CD 69, 204 OG
1346 (Comm'r Pat. 1914); and Blumcraftof Pittsburgh v. Ladd,
144 USPQ 562 (D.D.C. 1965). It is further noted that patentably
distinct combinationlsubcombirtation subject matter must be sup
ported by separate claims, whereas only a single claim is permis
sible in a design patent application. See In re Rubinfield, 270 F.2d
391, 123 USPQ 210 (CCPA 1959).

[9]
During a telephone discussion with [10] on [11], a provisional

election was made [12Jtraverse to prosecute the invention of
Group [13]. Affirmation of this election should be made by appli
cant in replying to this Office action.

Group [14] withdrawn from further consideration by the exam
iner, 37 CFR 1.l42(b) as being for a nonelected invention.

Examiner Note:
1. In bracket 5, add embodiments as necessary.
2. In bracket 8; add groups as necessary.
3. In bracket 9, insert additional comments, if necessary:

Form paragraph 15.27.06 or 15.27.07, if appropri
ate, may be used to notify applicant that restriction is
not required because the designs are not patentably
distinct.

'ff 15.27,06 Restriction Not Required (Change in
Appearance and Scope - First ActionNon Issue)

This application discloses the following embodiments:
Embodiment 1- Figs. [1] drawn to a [2].
Embodiment 2 - Figs, [3] drawn to a [4].
[5]
Embodiments [6] involve a difference in appearance. Multiple

embodiments of a single inventive concept may be included in the
same design application only if they are patentably indistinct. In
re Rubinfield, 270 F.2d 391, 123 USPQ 210 (CCPA 1959).
Embodiments that are patentably distinct from one another do not
constitute a single inventive concept and thus may not be included
in the same design application. In re Platner, 155 USPQ 222
(Comm'r Pat. 1967).

Embodimeilt(s)[7] directed to the corilbination(s) in relation to
Embodiment(s) [8] directed to the subcombination(s)/element(s).
Designs which involve a change in scope may be included in the
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same design application only if they are patentably indistinct as
design protection does not extend to patentably distinct segregable
parts of a design. Ex parte Sanford, 1914 C.D. 69, 204 O.G. 1346
(Conun'r Pat. 1914); Blumcraft of Pittsburgh v. Ladd, 144 USPQ
562 (D.D.C.1965).

The above identified embodiments are considered by the
examiner to present overall appearances that are not distinct from
one another. Accordingly, they are deemed to comprise a single
inventive concept and have been examined together. Any rejection
of one embodiment over priorart will apply equally to all other
embodiments. Ex parte Appeal No. 315-40, 152 USPQ 71 (Bd.
App. 1965). No argument asserting patentability based on the dif
ferences between the embodiments will be considered once the
embodiments have been determined to comprise a single inven
tive concept. Failure of applicant to traverse this determination in
reply to this action willbe considered an admission oflack of pat
entable distinction between theembodiments.

Examiner Note:
1. In bracket 5, add embodiments as necessary.
2. Insert an explanation of the differences between the designs
in the explanations of the embodiments; for example, Figs. 1 - 5
directed to a cup and saucer; Figs. 6 - 9 directed to a saucer.
3. It is possible and proper that embodiments maybe listed in
both explanatory paragraphs.

'f{ 15.27.07 Restriction Not Required (Change in
Appearance and Scope - First Action Issue)

This application discloses the following. embodiments:
Embodiment 1 - Figs. [I] drawn to a [2).
Embodiment 2 - Figs. [3] drawn to a [4].
[5]
Embodiment(s) [6] involve a difference in appearance. Multi

ple embodiments of a single inventive concept may be included in
the same design application only if they are patentably indistinct
in re Rubinfield, 270 F.2d 391, 123 USPQ 210 (CCPA 1959).
Embodiments that are patentably distinct from one another do not
constitute a single inventive concept and thus may not be included
in the same design application. In re Platner, 155 USPQ 222
(Conun'r Pat. 1967).

Embodiment(s) [7] directed to the combination(s) in relation to
Embodiment(s) [8] directed to the subcombinationfsyelernentts).
Designs which involve a change in scope may be included in the
same design application only if they are patentably indistinct as
design protection does not extendto patentably distinct segregable
parts of a design. Ex parte Sanford, 1914 C.D. 69, 204 O.G. 1346
(Conun'r Pat. 1914); Blumcraft ofPittsburgh v. Ladd, 144 USPQ
562 (D.D.C.l965).

The above identified embodiments are considered by the
examiner to present overall appearances that are not patentably
distinct from one another. Accordingly, they were deemed.to com
prise a single inventive concept and have been examinedtogether.

Examiner Note:
1. In bracket 5, add embodiments as necessary.
2. Insert an explanation of the differences between the designs
in the explanations of the embodiments; for example, Figs. 1 - 5
directed to a cup and saucer; Figs. 6 - 9 directed to a saucer.

3. It is possible and proper that embodiments may be listed in
both explanatoryparagrapbs.

The following form paragraphs may be nsed in a
restriction reqnirement.

'f{ 15.27,08 Restriction with Differences in Appearance and

Scope
This application discloses the following embodiments:
Embodiment 1: Figs. [I] drawn to a [2].
Embodiment 2: Figs. [3] drawn to a [4].

[5]
The above embodiments divide into. the following patentably

distinct groups of designs:
Gronp 1: Embodiment [6]
Group II: Embodiment [7]

[8]
Group(s) [9] involve a difference in appearance...Multiple

embodiments of a single inventive concept may be included in the
same design application only if they are patentably indistinct. In
re Rubinfield, 270 F.2d 391, 123 USPQ 210 (CCPA 1959).
Embodiments that are patentably distinct from one another do not
constitute a single inventive concept and thus may not be included
in the same design application. In re Platner, 155· USPQ 222
(Conun'r Pat. 1967). The [10] creates patentably distinct designs.

Group(s) [11] directed to the combination(s) in relation to
Gronp(s) [12] directed to the snbcombinbation(s)/element(s). The
designs as grouped are distinct from each other since under the
law a design patent covers only the design disclosed as an entirety,
and does not extend to patentably distinct segregableparts;the
only way to protect such segregable parts is to apply for separate
patents. Ex parte Sanford, 1914 C.D. 69, 2040.G. 1346 (Conun'r
Pat. 1914); Blumcraft of Pittsburgh v. Ladd, 144 USPQ 562
(D.D.C.1965). It is further noted that combinationlsnbcombina
tion. subject matter, if patentably distinct, must be supported by
separate claims, whereas only a single claim is permissible in a
design patent application. in re Rubinfield,270 F.2d 391, 123
USPQ 210 (CCPA 1959).

In any groups that include-multiple.embodiments, the embodi
ments are considered by the examiner to be obvious variations of
one another within the group and, therefore, patentably indistinct.
These embodiments thus comprise a single inventive concept and
are grouped together.

Restriction is required under 35 U.S.c. 121 toone of the pat
entably distinct groups ofdesigns.

A reply to this requirement must include an election of a single
group for prosecution on the merits even if this requirement is tra
versed. 37 CFR 1.143. Any reply that does not ioclude an election
of a single group will be held nonresponsive. Applicant is also
requested to direct cancellation of all drawing figures and the cor
responding descriptions .which are directed. to the nonelected
groups.

Should applicant traverse this requirement on the grounds that
the groups. are not patentably distinct, applicant should present
evidence or identify such evidence now of record showing the
groups to be obvious variations of one another. If the groups are
determined not to. be patentably distinct and they remain in this
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application, any rejection of one group over prior art will apply
equally to all other groups. Ex parte Appeal No. 315-40, 152
USPQ 71 (Bd. App. 1965). No argument asserting patentability
based on the differences between the groups' will be considered
once the groups have been determinedto comprise a single inven
tive concept.

In view of the above' requirement, action on the merits is
deferred pending compliance with the requirement in accordance
with Ex parte Heckman, 135 USPQ 229 (P.O. Snper. Exam.
1960).

Examiner Note:
1. In bracket 5, add embodimentsas necessary.
2. In bracket 8, add embodiments as necessary.
3. Insert an explanation of the differences between the designs
in the explanations of the embodiments; for example, Figs. 1 - 5
directed to a cup and saucer;Figs. 6 - 9 directed to a saucer.
4. It is possible and proper that embodiments may be listed in
both explanatory paragraphs.
5. In bracket 10, insert an explanation of the differences
between the designs.
6. This form paragraph sbould be followed by form paragraph
8.23.01.

'If 15.28.02 Telephone Restriction with Differences in
Appearance and Scope

This application discloses the following embodiments:
Embodiment I: Figs. [1) drawn to a [2).
Embodiment 2: Figs. [3) drawn to a [4).
[5)
The above embodiments divide into the following patentably

distinct groups of designs:
Gronp I: Embodiment [6)
Gronp II: Embodiment [7]
[8)
Groupts) [9] involve a difference in appearance. Multiple

embodiments of a single inventive concept may be included in the
same design application only if they are patentably indistinct. In
re Rubinfield, 270 F.2d 391, 123 USPQ 210 (CCPA 1959).
Embodiments that are patentably distinct from one' another do not
constitute a single inventive concept and thus may not be included
in the same design application. In re Platner, 155 USPQ 222
(Comm'r Pat. 1967). The [10) creates patentably distinct designs.

Group(s) [11) directed to the combination(s) in relation to
Gronp(s) [12) directed to the subcombination(s)/e1ement(s). The
designs as grouped are distinct from each other since-under the
law a design patent covers only the design disclosed as an entirety,
and does not extend to patentably distinct segregable parts; the
only way to protect such segregable parts is to apply for separate
patents. ExparteSanford, 1914 C.D. 69, 204 O.G. 1346 (Comm'r
Pat. 1914); Blumcraft of Pittsburg v. Ladd, 144 USPQ 562
(D.D.C.1965). It is further noted that combinationlsubcombina
tion subject matter, if patentably distinct, must be supported by
separate claims, whereasonly a single claim is permissible in a
design patent application. In re Rubinfield, 270 F.2d 391, 123
USPQ 210 (CCPA 1959).

In any groups that include multiple embodiments, the embodi
ments are considered by the examiner to be obvious variations of

one-another within the group and, therefore, patentably indistinct.
These embodiments thus comprise a single inventive concept and
are grouped together.

Restriction is required under 35 U.S.C. 121 to one of the pat
entably distinct groups of designs.

During a telephone discussion with [13] on [14], a provisional
election was made [15] traverse to prosecute the invention of
Group [16). Affirmation of this election shonld be made by appli
cant in replying to this Office action.

Group [17] 'is"withdrawn from further consideration by the
examiner, 37 CFR 1.142(b), as being for a nonelected invention.

Examiner Note:
1. In bracket 5, add embodiments as necessary.

2. In bracket 8,add groups as necessary.

3. Insert an explanation of the differences between the designs
in the explanations of the embodiments; for example, Figs. 1 - 5
directed to a cup and saucer; Figs. 6 - 9 directed to a saucer,

4. It is possible and proper that embodiments may be listed in
both explanatory paragraphs.

5. In bracket 10, insert an explanation of the differences
between the designs.

6. In bracket 15, insert --with-R or -withouc-.

'If 15.33 Qualifying Statement To Be Used In Restriction
When A Common Embodiment Is Included In More Than
One Group

The common embodiment is included in more than, a single
group as it is patentably indistinct from the other embodiment(s)
in those groups and to give applicant the broadest possible choices
in his or her election. If the common embodiment is elected in this
application, then applicant is advised that the common embodi
ment should not be included in any continuing, application to
avoid a, rejection, on the ground of double, patenting under 35
U.S.c. 171 in the new application.

The following form paragraphs may be used to
notify applicant that the nonelected invention(s) are
withdrawn from consideration.

'If 15.34 Groups Withdrawn From Consideration After
Traverse

Group [1] withdrawn from further consideration by the exam
iner, 37 CFR 1.142(b), as being for a nonelected design, the
requirement having been traversed in Paper No. [2].

'If 15.35 Cancel Nonelected Design (Traverse)
The restriction requirement maintained in this application is or

has been made final. Applicant must cancel Group [1] directed to
the design(s) nonelected with traverse in Paper No. [2], or take
other timely appropriate action (37 CPR 1.144).

'If I5.36 Groups Withdrawn From Consideration Without
Traverse

Group [1] withdrawn from further consideration by the exam
iner, 37 CFR 1.142(b), as being for the nonelected design. Elec
tion was made without traverse in Paper No. [2].
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'f{ 15.37 Cancellation ofNonelected Groups, No Traverse
In view of the fact that this. application is incondition- for

allowance except for the -presence of Group tn directed to a
design or designs nonelected without.traverse in Paper No. [2],
and without the right to petitions.such Groupts) have been can
celed.

1504.06 DoublePatenting

There are generally two types of double patenting
rejections. One is the' "same invention" type double
patenting rejection based on 35 U.S.c. 171 which
states in the singular that an inventor "may obtain a
patent." Thesecond is the "nonstatutory-type" double
patenting rejection based on a judicially created doc
ttine grounded in public policy and which is primarily
intended to prevent prolongation of the patent termby
prohibiting claims in a second patent not patentably
distinct from c,laims in a first patent. Nonstatutory
double patenting includes rejections based on one
way detennination of obviousness, and two-way
determination of obviousness.

The charts in MPEP § 804 outline the procedure for
handling all double patenting rejections.

"Double patenting rejections are,based on a compar
ison of the claims in a patent and an application or
between two applications; the disclosure of the patent
or application may be relied npon only to define the
claim; 35 U.S.c. 171 specifically states that "a patent"
may be obtained ifcertain conditions are met.this use
of the singular makes it clear that only one patent may
issue for a design..

Determining if a double patenting rejection is
appropriate involves the answering the following
inquiries: Is the same design being claimed twice? If
the answer is yes, then a rejection under 35U.S.C.
171 should be given on the grounds of "sameinven
tion" type double patenting. If not, are the designs
directed to patentably indistinct variations of the same
inventive concept? If the answer is yes, then a rejec
tion based on the nonstatutory type double patenting
should be given:

Double patenting rejections arebased on ,a compar
ison of claims. While there is a direct correlation
between the drawings in a design application and the
claim, examiners must be aware that no such correla
tion is necessarY in a utility application or patent.Sev
eral utility patents may issue with the identical
drawing disclosure but with claims directed to differ
ent inventions. So any consideration of possible dou-

ble patenting rejections between a utility application
or patent with a design application cannotbe based on
the utility drawing disclosure alone. Anchor Hocking
Corp. v. Eyelei Specialty Co., 377 F. Supp. 98,
183lJSPQ 87 (D,. ])eL1974). The examinermust be
able to recreate the design claimed from, the, utility
claims without any reliance whatsoever on the draw
ings.

If a provisional double patenting rejection (of any
type) is the only rejection remaining in two conflict
ing applications, the examiner should withdraw that
rejection in one of the applications (e.g., the applica
tion with the earlier filing date) and permit the appli
cation to issue as a patent. The examiner, should
maintain the provisional double patenting rejection in
the other application which rejection will be con
verted into a double patenting rejection when the first
application issues as a patent. If more than two appli
cations conflict with each other .and one is allowed,
the remaining applications should be cross rejected
against the others as well as the allowed application.
For this type of rejection to be appropriate, there must
be either at least one inventor in common, or a com
mon assignee. If the claims in copending design appli
cations or a design patent and design applications
have a common assignee but different inventive enti
ties, rejections under 35 U.S.C. 102(e), (f)and{g)l
103(a) must be, consideredin addition to the double
patenting rejection. See MPEP § 804, § 2136, § 2137
and § 2138.

I. "SAME INVENTION" DOUBLE,PATENT
INGREJECTIONS

A design - design statutory double patenting rejec
tion basedon 35 U,S.C.171 prevents the issuance of
a second patent for a design already patented. For this
type of double patenting rejection to beproper, identi
cal designs' with identical scope must be twice
claimed.l~re Goodman, 11 F.3d 1046, 29 USPQ2d
2010 (Fed. Cir. 1993). Adesign , utility "same inven
tion" double patenting rejection is based on, judicial
doctrineas there.isno statutory basis for this rejection
because neither 35 U.S;C. 101 nor 35 U.S.C. 171 can
be applied against both claims. In re Thorington, 418
F.2d 528, 163 USPQ 644 (CCPA 1969). The "same
invention" type of double patenting rejection, whether
statutory or nonstatutory, cannot be, overcome by a
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terminal disclaimer. In re Swett, 145 F.2d 631,
172 USPQ72 (CCPA 1971) ..

'Jf 15.23.02 Summary for "Same Invention" - Type Double
Patenting Rejections

Applicant is advised that aterminal disclaimer may hot be used
to-overcome a "same invention" type double patenting rejection.
In re Thorington. 418 F.2d 528. 163USPQ 644 (CCPA 1969);
MPEP § 804.02.

Examiner Note:
This form paragraph should follow all "same invention" type

double patenting rejections.

'Jf 15.23 35 tis.c. 171 Double Patenting Rejection
(Design-Design)

The claim-is rejected under 35 U.S.C. 171 on the ground of
double patenting 'since, it is claiming the same design .as that
claimed in United States Design Patent No. [I].

Examiner Note:
Form paragraph 15.23.02 should follow all "same invention"

type double patenting rejections:

'Jf 15.23.01 35 U.S.C. 171 Provisional Double Patenting
Rejection (Design-Design)

'The Claim is provisionally rejected under 35 U.S.C. 171 on the
ground of double patenting since it is claiming the same design as
that claimed .in ccpending Application No.' [1]. .This is a provi
sional double patenting rejection since the conflicting claims have
not in fact been patented.

Examiner Note:
Form paragraph 15.23.02 should follow all "same invention"

type double patenting rejections.

'Jf 15.24.07 Double Patenting Rejection (Design-Utility)
The claim is rejected under the judicially created doctrine of

double patenting as being directed to the same invention as that
set forth in claim [I] of United States Patent No. [2]. See In re
Thorington. 418 F.2d 528.163 USPQ 644 (CCPA 1969).

Examiner Note:
Form paragraph 15.23.02 should follow all "same invention"

type double patenting rejections.

'Jf 15.24.08 Provisional Double Patenting Rejection
(Design-Utility)

The claim is provisionally rejectedunder the judicially created
doctrine of double patenting 'as being directed to the same inven
tion as thatset forth in Claim [1] of copending Application No. [2].
See In re Thorington, 418F.2d 528.163 USPQ 644 (CCPA 1969).

This is a provisional double patenting rejection because the
claims have not in fact been patented.

Examiner Note:
Form paragraph 15.23.02 should follow all "same invention"

type double patenting rejections .

'Jf 15.24.01 35 U.S.c. 102(e) Provisional Rejection
(Common Inventor or Assignee)

The claim is 'provisionally rejected under 35 U.S,c. 102(e) as
being anticipated by copending Applicatiou No. [I] which has a
common [2] with the Instant-application. Based upon the earlier
effective U.S. filing date of the copending application, it would
constitute prior art under 35 U.S.C. 102(e), if patented. Thispro
visional rejection under 35U$.C.102(e) is based upon apre
sumption of future patenting of the, conflicting copending
application. This provisional rejection might be overcome either
by a showingunder 37 CPR 1.132 that any unclaimed invention
disclosed inthe copendingapplication was derived from the inven
tor of this application and thus not the invelltion "by another," or
by a showing of a date of invention of any unclaimed subject mat
ter prior to the effective U.S. filing date of the copending applica
tionunder 37 CPR 1.131.

Examiner Note:
1. In bracket 2, insert -dnventor-. or -essignee-:

2. This form paragraph is used when a copending application
having an earlier filing ,date discloses the claimed invention and
there is at least one common inventor or a common assignee.

'Jf 15.24.11 35 u.s.c. 102(e) Rejection (Common Inventor
or Assignee)

The claim is rejected under 35 U.S.c. 102(e) as being antici
pated by United States Patent No. [I] which has a common [2]
with the inst~t application. Based upon the earlier effective U.S.
filing date of the Patent, it would constitute prior art under 35
U.S.C. 102(e). This rejection might be overcome either by a
showing under 37 CFR1.132 that any unclaimed invention dis
closed in the Patent was derived from the 'inventor of this applica
tionand thus not the invention "by another," or by a showing of a
date of invention of any unclaimed subject matter prior to' the
effective U.S. filing date of the copending application under 37
CPR 1.131.

Examiner Note:
1. In bracket 2, insert -dnventor-. or -essignee--.

2. This form paragraph, is used when a United States Patent
having an earlier filing date discloses the claimed invention and
there is at least one common, inventor or a common' assignee.

'Jf 15.24.05 Identical Claim: Common Assignee
The claim is directed to the same invention as that of the claim

of commonly assigned copending Application No. [1]. The issue
of priority uuder 35 U.S.C. 102(g) and possibly 35 U.S.C. 102(t)
of this single invention must be resolved. Since the U.S. Patent
mid Trademark Office' normally will not institute an interference
between applications or a patent 'lind an' application of common
ownership (see MPEP § 2302), the assignee is required to state
which entity is the prior inventor of the conflicting subject matter.
A terminal disclaimer has no effect in this situation since the basis
for f(~fu~ing more than one patent is priority of invention under 35
U.S.C.I02(f) or (g) 'and·notan extension ofmonopoly. Failure to
comply with this requirement will result in a holding of abandon
ment of this application.
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II. NONSTATUTORY DOUBLE PATENTING
REJECTIONS

A rejection based on nonstatutory double patenting
is based on a jndicially created doctrine grounded in
public policy so as to prevent the unjustified or
improper timewise extension of the right to exclude
granted by a patent. In re Goodman, 11F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993).

A nonstatutory double patenting rejection of the
obviousness-type applies to claims directed to the
same inventive concept with different appearances or
differing scope which are patentably indistinct from
each other. Nonstatutory categories of double patent
ing rejections which are not the "same invention" type
may be overcome by the submission of a terminal dis
claimer.

An obviousness-type double patenting rejection
must be based on the obviousness standard of
35 U.S.C. 103(a). That is, differences between the
claimed designs must either be de minimis and unre
lated to their overall aesthetic appearance or must be
obvious to a designer of ordinary skill in the art
related to the claimed design in view of the prior art or
case law. If the claims are considered obvious under
35 U.S.C. 103(a), an obvionsness-type double patent
ing rejection must be made. While the earlier patent
(ifless thana year older than the application) or appli
cation is not technically "prior art," the principle
involved is the same. In re Zickendraht, 319 F.2d 225,
138 USPQ 22 (CCPA 1963)(see concurring opinion
of Judge Rich).

In determining whether to make an obviousness
type double patenting rejection between designs hav
ing differing scope, the examiner should compare the
reference claim with the application claim. A rejec
tion is appropriate if:

(A) The difference in scope is de minimis and
unrelated to the overall aesthetic appearance of the
claims being compared;

(B) Patent protection for the design, fully dis
closed in and covered by the claim of the reference,
would be extended by the allowance of the claim in
the later filed application; and

(C) No terminal disclaimer has been filed.

This kind of obviousness-type donble patenting
rejection in designs will occnr between designs which
may be characterized as a combination (narrow claim)
and a subcombinationfelement thereof (broad claim).
If the designs are patentably indistinct and are
directed to the same inventive concept the examiner
must determine whether the subject matter of the nar
rower claim is fully disclosed in and covered by the
broader claim of the reference. If the reference does
not fully disclose the narrower claim, then a double
patenting rejection should not be made. The addi
tional disclosure necessary to establish that the appli
cant was in possession of the narrower claim at the
time the broader claim was filed may be in a title or
special description as well as in a broken line showing
in the drawings. If the broader claim of the reference
does not disclose the additional subject matter
claimed in the narrower claim, then applicant could
not have claimed the narrower claim at the time the
application with the. broader. claim was filed and a
rejection under nonstatutory double patenting would
be inappropriate.

A nonstatutory double patenting rejection may be
made between a patent and an application or provi
sionally between applications. Such rejection over.a
patent should only be given if the patent issned less.
than a year before the filing date of the application. If
the patent is more than a year older than the applica
tion, the patent is considered to be "prior art" which
may be applied in a rejection nnder 35 U.S.c. 102(b)/
103(a). The purpose of a terminal disclaimer is to
obviate a double patenting rejection by removing
potential harm to the. public by issuing a second
patent. See MPEP § 804.

If the issue of double patenting is raised between a
patent and a continuing application, examiners are
reminded that this ground of rejection can only be
made when the filing of the continuing application is
voluntary and not the direct, unmodified result of
restriction requirement under 35 U.S.C. 121. See
MPEP § 804.01.

Examiners should particularly note that a design
design nonstatutory double patenting rejection does
not always have to be made in both of the conflicting
applications. For the most part, these rejections will
be.made in each of the conflicting applications; but, if
the rejection is only appropriate in one direction, it is
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proper to reject only one application. The criteria for
determining whether a one-way obviousness determi
nation is necessary or a two-way obvionsness deter
mination is necessary is set forth in MPEP § 804.
However, in design-utility situations, a two-way obvi
ousness determination is necessary for the rejection to
be proper. In re Dembiczak, 175 F.3d 994,
50 USPQ2d 1614 (Fed. Cir. 1999).

The following form paragraphs may be used in
making a double patenting rejection.

'If I5.24.06Basis for Nonstatutory Double Patenting,
"Heading Only"

The non-statutory double patenting rejection is based on a judi
dally created doctrine grounded in public policy (a policy
reflected in the statute) so as to prevent the unjustified or improper
timewise extension of the "right to exclude" granted by a patent
and to prevent possible harassment by multiple assignees. .See In
re Goodman, 11 E3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In
reLongi, 759 E2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van
Ornum, 686 E2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel,
422 E2d438, 164 USPQ 619 (CCPA 1970); and In reThorington,
418 E2d 528,163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CPR
1.321(c) may be used to overcome an actual or provisional rejec
tion based on a nonstatutory double patenting ground provided the
conflicting application or patent is shown to be commonly owned
with this application. See 37 CPR 1.l30(b).

Effective January 1, 1994, a registered attorney or agent of
record may sign a terminal disclaimer. A terminal disclaimer
signed by the assignee must fully comply with 37 CPR 3.73(b).

Examiner Note:
This form paragraph must precede all nonstatutory double pat

enting rejections as a heading, except "same invention" type.

'If 15.24 Obviousness-type Double Patenting Rejection
(Single Reference)

The claim is rejected under the judicially created doctrine of
the 'obviousness-type double patenting of the claim in United
States Patent No. [1] .. Although the conflicting claims are not
identical, they are not patentably distinct from each other because
[2].

Examiner Note:
1. In bracket 1, insert prior U.S. Patent Number.
2. In bracket 2, an explanation is necessary.
3. This form paragraph must be preceded by form paragraph
15.24.06 and followed by form paragraph 15.67.

'f[ 15.24.03 Provisional Obviousness-Type Double
Patenting Rejection (Single Reference)

The claim is provisionally rejected under the judicially created
doctrine of the obviousness-type double patenting of the claim of
copending Application No, [1]. Although the conflicting claims
are not identical, they are not patentably distinct from each other
because [2]. This is a provisional obviousness-type double pat-

enting rejection because the conflicting claims have not in fact
been patented.

Examiner Note:
1. In bracket 1, insert conflicting application number.
2. In bracket 2, an explanation is necessary.
3. This form paragraph must be preceded by form paragraph
15.24.06 and followed by form paragraph 15.67.

'If 15.67 Rationale for 35 U.S.c. 103(a) Rejection (Single
Reference)

It is well settled that it is unobviousness in the overall appear
ance of the claimed design, when compared with the prior art,
rather thanminute details or small variations in design as appears
to be the case here, that constitutes the test of design patentability,
See In reFrick, 275 F.2d 741, 125 USPQ 191 (CCPA 1960) and In
reLomb, 286 F.2d 610, 128 USPQ 539 (CCPA 1961).

'If 15.25 Obviousness-Type Double Patenting Rejection
(Multiple References)

The claim is rejected under the judicially created doctrine of
the obviousness-type double patenting of the claim(s) in United
States Patent No. [1] in view of [2]. At the time applicant made
the design, it would have been obvious to a designer of ordinary
skill in the art to [3] as demonstrated by [4].

Examiner Note:
1. In bracket 1, insert conflicting patent number.
2. In bracket 2, insert secondary referencers).
3, In brackets 3 and 4, insert explanation of basis for rejection.
4. This form paragraph must be preceded by form paragraph
15.24.06 and followed by form paragraph 15.68.

'If 15.24.04 Provisional Obviousness-Type Double
Patenting Rejection (MUltiple References)

The claim is provisionally rejected under the judicially created
doctrine of the obviousness-type double patenting of the claim of
copending Application No. [1] in view of [2]. At the time appli
cant made the design; it would have been obvious to a designer of
ordinary skill in the art to [3] as demonstrated by [4]. This is a
provisional obviousness-type double patenting rejection because
the conflicting claims have not in fact been patented.

Examiner Note:
1. In bracket 1, insert conflicting application number.
2. Inbracket 2, insert secondaryreference(s).
3. In bracket 3, insert an explanation.
4. This form paragraph must be preceded by form paragraph
15.24.06 and followed by form paragraph 15.68.

'f[ 15.68 Rationalefor 35 U.S.c. 103(a) Rejection (Multiple
References)

This modification of the basic reference in light of the second
ary prior art is proper because the applied references are so related
that the appearance of features shown in one would suggest the
application of those features to the other. See In re Rosen, 673
F.2d 388, 213 USPQ 347 (CCPA 1982); In re Carter, 673 F.2d
1378, 213 USPQ 625 (CCPA 1982), and In re Glavas, 230 F.2d
447,109 USPQ 50 (CCPA 1956). Further, ilis noted that case law
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has held that a designer skilled in the art is charged with knowl
edge of-the related art; therefore, the combination of old.elements,
herein, would have been well within the level of ordinary, skill.
See In re Antle, 444 F.2d 1168,170 USPQ 285 (CCPA 1971) and
In reNalbandian, 661 F.2d 1214, 211 USPQ 782 (CCPA 1981).

1504.10 Priority Under
35 U.S.C. 119 (a)-(d)

35 U.S.c. 172. Right ofpriority.
The right of priority provided for by subsections (a) through

(d) of section 119 of thistitle and the time specified in section
l02(d) shall be six.months in the case of designs. The right of pri
ority provided for by section 119(e)of this title shall not apply to
designs.

The provisions of 35 U.S.C. 119(a)-(d) apply to
design patent applications. However, in order to
obtain the benefit of an earlier foreign filing date, the
United States application, must be filed within
6 months of the earliest date on which any foreign
application for the same design was filed. Design
applications may not make a claim for priority of a
provisional application under 35 U.S.C. 119(e).

'f[ 15.01 Conditions Under 35 U.S.c. 119(a)-(d)
Applicant is advised of conditions as specified in 35 U.S:c.

119(a)-(d). An application for a design patent for an invention
filed in this country by.any person who has, or whose legal repre
sentatives have previously filed an application for a design patent,
or equivalent protection for the same design in a foreign country
which offers similar privileges in the case of applications filed in
the United States orin a WTOmember country-or to citizens of
the United States, shall have the same effect as the same applica
tion would have if filed in this country on the date on which the
application for patent for the same invention was first filed in such
foreign country, if the application in this country is filed within six
(6) months from the earliest date on which such foreign applica
tion was filed.

'f[ 15.03 Untimely Priority Papers Returned
Receipt is acknowledged of the filing on [1] of a certified copy

of the [2] application referred to in the oath or declaration. "A
claim for priority cannot be based on' said application, since the
United States application was filed more than, six (6) months
thereafter (35 U.S.C. 172).

The United States will recognize claims for the
right of priority under 35 U.S.C. 119(a)-(d) based on
applications filed under such bilateral or multilateral
treaties as the "Hague Agreement Concerning the
International Deposit of Industrial Designs" and the
"Uniform Benelux Act on Designs and Models." In
filing a claim for priority of a foreign application pre
viously filed under such a treaty, certain information

must be supplied to the United States Patent and
Trademark Office; In addition to the application num
ber and the date of filing of the foreign application,
the following information is required:

(A) the name of the treaty under which the appli
cation was filed,

(B) the name of at least one country other than the
United States in which the application has the effect
of, or is equivalent to, a regular national filing and

(C) the name and location of the national or inter
governmental authority which received the applica
tion.

'f[ 15.02 Right ofPriority Under 35 U.S,c. 119(b)
No application for design patent shall be entitled to the right of

priority under 35 U.S.q. 119(b) unless a claim therefor and a cer
tified, copy of the original foreign application, specification .and
drawings upon which it is based are filed in the United States
Patent and Trademark Office before the issue fee is paid, or at
such time during the pendency of the application as required by
the Commissionernot earlier than six (6) months after the filing of
the application in this country, Such certification shall be made by
the Patent Office. or other proper authority ofthe foreign country
in which filed, and show the date of the application and ofthe fil
ing of the specification and other papers., The Commissioner may
require a translation of the papers filed if not in the English lan
guage, andsuch otherinformation as deemed necessary.

The notation requirement on design patent applica
tion file wrappers when foreign priorityisclaimed is
set forth in MPEP § 202.03.

'f[ 15.04 Priority Under Bilateral or Multilateral Treaties
The United States will recognize claims for the right of priority

under 35 U.S.c. 119(a)-(d) based on applications filed under such
bilateral or multilateral treaties as the Hague Agreement Concern
ing ,the International Deposit of Industrial Designs, and the
Benelux Designs Convention. In filing a-claim for priority ofa
foreignapplication previously filed, under such a treaty, certain.
information must, be supplied to the United States Patent and
Trademark Office. In addition to the application number and the
date of' filing of the 'application, the' following information is
requested: (1) the name of the treaty under which the application
was filed; (2) the name of: at least one-country other than the
United Statesin which the applicationhas the effect of, or is equiv
alent to, a regular national filing; and (3) the name and locationof
the national or' international governmental authority' which
received such application.

'f[ 15.52 Examination ofPriority Papers
While the U.S. Patent and Trademark Office does not normally

examine the priority ,papers to determine whether the applic~t: is
in fact entitled to the right of priority, in the case of a Design
Patent application, the' priority papers will normally' be inspected
to determine that the foreign application is in fact for the' same
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invention as the application in the United States (35 U.s.c. 119).
Inspection of the papers herein indicates that the prior foreign
application was not for the same invention as. claimed in this
application. Accordingly, the priority claim is improper, and the
papers are being returned.

Attention is also directed to the paragraphs dealing
with the requirements where an actual model was
originally filed in Germany (MPEP § 201.14(b)).

See MPEP Chapter 200 and 37 CFR 1.55 for fur
ther discussion of the practice and procedure under
35 U.S.C. 119(a)-(d). .

1504.20 Benefit Under 35 U.S.C. 120

35 U.S.C. 120. Benefit of earlier filing date in the United
States.

An application for patent for art invention disclosed in the man
ner provided by the first paragraph of section 112 of this title in an
application previously filed in the United States, or as provided by
section 363 of this title, which is filed by an -inventor or inventors
named in the previously filed application shall have the same
effect,' as to such invention, as though filed on the date of the prior
application, if filed before the patenting or abandonment of or ter
mination of proceedings on the first application or on an applica
tion similarly entitled to the benefit of the filing date of the 'first
application and if it contains or is amended to' contain a specific
reference to the earlier filed application. No application shall be
entitled to the benefit of an earlier filed application under this sec
tion unless an amendment containing the specific reference to the
earlier filed application is submitted at such time during the pen
dency of the application as required by the Director. The Director
may consider the failure to submit such an aniendinent within that
time period as a waiver of any benefit under this section. The
Director may establish procedures, including the payment of a
surcharge, to accept an unintentionally delayed submission of an
amendment under this section.

If applicant is entitled under 35 U.S.C. 120 to the
benefit of an earlier U.S. filing date, the statement
that, "This is a division [continuation] of design
Application No.- - - -, filed - - -." should
appear in the first sentence of the specification. As set
forth in 37 CPR 1.78(a)(2), the specification must
contain or be amended to contain such a reference in
the first sentence following the title unless the refer
ence is included in an application data sheet (37 CPR
1.76). The failure to timely submit such a reference is
considered a waiver of any benefit under 35 U.S.C.
120.

Attention is directed to the requirements for "con
tinuing" applications set forth in MPEP §201.07,
§ 201.08, and § 201.11. Applicants are entitled to
claim the benefit of the filing date of earlier applica-

tions for later claimed inventions under 35 U.S.c. 120
only when the earlier application discloses that inven
tion in the manner required by 35 U.S.C. 112, first
paragraph. In all continuation and divisional applica
tions, a determination must be made by the examiner
as to whether the conditions for priority under 35
U.S.c. 120 have been met. The disclosure of the
claimed design in a continuation and divisional appli
cation must be the same as that of the original applica
tion. If this condition is not met, applicant is not
entitled to the benefit of the earlier filing date and the
examinershould notify applicant accordingly by spec
ifying the reasons why applicant is not entitled to
claim the benefit under 35 U.S.C. 120. Form para
graphs 2.09 and 2.10 may be used. The examiner
should also require applicant to cancel the claim for
priority in the first sentence of the specification.

In the absence of a statement in the application as
originally filed incorporating by reference the disclo
sure of an earlier filed application, the disclosure in a
continuing application may not be amended to con
form to that of the earlier filed application for which
priority is claimed. A mere statement that.an applica
tion is a continuation or division of an earlier filed
application is not an incorporation of anything into
the application containing such reference for purposes
of satisfying the disclosure requirements of 35 U.S.C.
112, first paragraph. In re de Seversky, 474 F.2d 671,
177 USPQ 144 (CCPA 1973). See also MPEP
608.01(p).

When the first application is found to be fatally
defective under 35 U.S.C. 112 because of insufficient
disclosure to support .an allowable claim and such
position has been made of record by the examiner, a
second design patent application filed as an alleged
"continuation-in-part" of the first application to sup
ply the deficiency is not entitled to the benefit of the
earlier filing date. See Hunt Co. v. Mallinckrodt
Chemical Works, 177 F.2d 583, 83 USPQ 277 (F2d
Cir. 1949) and cases cited therein. Also, a design
application filed as a "continuation-in-part" that
changes the shape or configuration of a design dis
closed in an earlier application is not entitled to the
benefit of the filing date of the earlier application. See
In re Salmon, 705 F.2d 1579, 217 USPQ 981 (Fed.
Cir. 1983).

Unless the filing date of an earlier application is
actually needed, for example, in the case of an inter-
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ference or to avoid an intervening reference, there is
no need for the examiner to make a determination in a
continuation-in-part application as to whether the
requirement of 35 U.S.C. 120 is met. Note the hold
ings in In re Corbo, 212 USPQ 825 (Comm'r Pat.
1981).

Form paragraph 15.74 may be used in afirst Office
action on the merits in any application which claims
priority under 35 U.S.C. 120to a prior application,

1/ 15.74 Continuation-In-Part Caution
Reference to this design application as a continuation-in-part

under 35 U.S.C. 120 is acknowledged. Applicant is advised that
design case law holds that any change to the shape or configura
tion of a design disclosed .in an earlier application constitutesan
entirely new design that cannot rely upon the earlier one for prior
ity. See In re Salmon, 705 F.2d 1579,217 USPQ 981 (Fed.Cir.
1983). Therefore, a later-filed application that changes the -shape
or configuration of a design disclosed in a prior application does
not satisfy the written description requirement of 35 V.S.C 112,
first paragraph, under 35 U.S.C. 120 andisnot entitled to benefit
of the earlier filing date. In addition, where an application is found
to be fatallydefectiveunder 35U.S:C.112 because of.an inade-:
quate disclosure to support an allowable claim, a second design
patent applicationfiledas an allegedrcentinuation-in-part" of the
first.application to supply the deficiency is not entitled to the ben
eflt of the .earlier filing date. See Hunt Co. .v, Mallinckrodt Chemi
cal. Works, 177 F.2d 583, 83US!'Q 277 (Fe4.Cir. 1949).
However, unless the filing date of the earlier application is actu
ally needed,' such as to avoid intervening prior art, th~ entitlement
to priority in.this CIP:application will not be considered. See In re
Corbo, 212 USPQ 825 (Comm'r Pat. 1981).

Examiner Note:
This form paragraph should be used in the first action on the

merits in any application which claims priority-under 35U.S;C
120 as a continuation-in-part.

Where a contin)lation-in,part.· application claims
benefit under 35 U.S.C. 120 of the filing date of an
earlier application, adetermimltion as to thepropriety
of this claim must be made if theearlierapplication
claims the benefit of a foreign application under 35
U.S.C. 119(a) - (d). To determine the status of the for
eign application, the charts in MPEP § ...1504.02
should be used. If the conditions of35 U.S.C. .120 are.
not met, then the claim for benefit of the earlier filing
date under 35 U.S.C. 120 as a continuation-in-part
should be denied and the claim for priority under
35 U.S.C.119(a) - (d) should also be denied, If the
foreign application for patent/registration has matured
into a form of patent protection and would anticipate
or render the claim in the alleged ClI" application
obvious, the design shown in the foreign application

papers would qualify as prior art under 35 U.S.c.
102(d)/l72 and the claim should be rejected nnder
35 U.S.c. 102/103. Form paragraph 15.75 may be
used.

'f{ 15.75 Preface to Rejection in Alleged Cll' Based-on TS
U.S.c. 102(d)/172

Reference .to "this design-application: as" a continuation-in-part
under 35 U.S.C 120 is acknowledged. Applicant is advised that
design Caselaw holds that any change to the shape or configura
tionof a designdisclosed in an earlier application constitutes an
entirely new design that cannot rely upon the earlier one for prior
ity. See In re Salmon, 705 F.2d 1579,217 USP9981(Fed.Cir.
1983). Therefore, alater filed application that changes the shape'
or configuration of ~,~esign disclo~ed in a prior application, as in
thepresent case, does not satisfy the written description require
ment of 35 U.S.C 112, first paragraph, under 35 U.S.C. 120 and is
not entitled to benefit of-the earlier filing 'date.

The 'parent application claimed foreign priority under 35
U.S.C. 119(a) - (d). Insofar as the foreign application has matured
into a patent/registration more than six' monthsbefore the filing
date of the present application, it qualifies as prior art under 35
U.S.C.I02(d)/172.

Examiner Note:
This form paragraph shouldbe followed wi~,~ rejection under

35 U.S.C. 102 or 103(a) depending on the differencets) between
this claim and the 'design 'shownin the priority 'papers.

Where the conditions of 35 U.S.C.120 ate met, a
design application may be considereda continuing
application of an earlier utility application. Con
verse1y, this also applies to a utility application rely
ing on the benefit of the filing date of an earlier filed
design application. See In re Chu,. 66 F.3d 292,
36 USPQ2d 1089 (Fed. Cir. 1995); In re Salmon,
705 F.2d 1579, 217 USPQ 981 (Fed.Cir.1983). In
addition, adesign application may claim benefit from
an earlier filed PCT application under 35 U.S.C. 120
if the U.S. was designated inthePCT applic~tion..

Note also Inre Berkman, 642F.2d 427, 209 USPQ
45 (CCPA 1981) w~,?re. the benefit of a design patent
application filing daterequested under 35U.S.C.120
was denied in t~e later filed utilityapplicationof the
Same inventor, The Court of Customs and Patent
Appeals took the position that the design application
did notsatisfy 3~ U.S.C. 112, first paragraph, as
requiredunder35 U:SS.120. .'

Form paragraph 15.26 may be used to remind
applicant that a reference to the prior application must
be included in the first sentence of the specification or
in an application data sheet.
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'J! 15.26 Identification of Prior Application(s) in
Nonprovisional Applications - Benefit ofPriority Claimed

Applicant is reminded of the following requirement:

In a continuation or divisional application (other than a
continued prosecution application filed under 37 CFR
1.53(d»), the first sentence of the specification or the appli
cation data sheet (37 CFR 1.76) should include a refereuce
.tc the prior application(s) from which benefit of priority is
claimed. See 37 CFR 1.78. The following format is sug
gested: ''This is a continuation (or division) .of Application
No. , filed , now (abaudoued, pending or
U.S. Patent No. )."

1504.30 ExpeditedExamination

37 CFR 1.155. Expedited examination of design
applications

(a) The applicautmay request that the Office expedite the
examination of a. design application. To qualify for expedited
examination.

(1) The application must include drawings in compliance
with § 1.84;

(2) The applicant must have conducted a preexamination
search; and

(3) The applicant must file a request for expedited exami
nation including:

(i) The fee set forth in § 1.17(k); aud
(ii) A statement that a preexamination search was con

ducted. The statement must also indicate the field of search and
include an information disclosure statement in compliance with
§ \.98.

(b) The Office will not examine. an application that is not in
condition for examination (e.g, missing basic filing feej even if
the applicant files "a request for expedited examination under this
section.

37 CPR 1.155 establishes an expedited procedure
for design applications. This expedited procedure
became effective on September 8, 2000 and is avail
able to all design applicants who first conduct a pre
liminary examination search and file a request for
expedited treatment accompanied by the fee specified
in 37 CPR 1.l7(k). This expedited treatment is
intended to fulfill a particular need by affording rapid
design patent protection that may be especially impor
tant where marketplace conditions are such that new
designs on articles are typically in vogue for limited
periods of time.

A design application may qualify for expedited
examination provided the following requirements are
met:

(A) A request for expedited examination is filed
(Form PTO/SB/27 may be used);

(B) The design application is complete and it
includes drawings in compliance with 37 CPR 1.84
(see 37 CPR 1.154 and MPEP § 1503 concerning the
requirements for a complete design application);

(C) A statement is filed indicating that a preexam
ination search was conducted (a search made by a for
eign patent office satisfies this requirement). The
statement must also include a list of the field of search
such as by U.S. Class and Subclass (including domes
tic patent documents, foreign patent documents and
nonpatent literature);

(D) An information disclosure statement in com
pliance with 37 CFR 1.98 is filed;

(E) The basic design application filing fee set
forth in 37 CFR 1.16(f}is paid; and

(F) The fee for expedited examination set forth in
37 CPR 1.17(k) is paid.

EXPEDITED EXAMINATION PROCEDURE

Design applications requesting expedited examina
tion and complying with the requirements of 37 CPR
1.155 are examined with priority and undergo expe
dited processing throughout the entire course of pros
ecution in the Office, including appeal, if any, to the
Board of Patent Appeals and Interferences. All pro
cessing is expedited from the date the request is
granted.

Design applicants seeking expedited examination
may file a design application in the Office together
with a corresponding request under 37 CFR 1.155 by
hand-delivering the application papers and the request
directly to the Design Technology Center (TC) Direc
tor's office. For applicants who choose to file a design
application and the corresponding request under 37
CPR 1.155 by mail, the envelope should be addressed
to:

Box Expedited Design
Comririssionerfor Patents
Washington, D.C. 20231

Box Expedited Design should only be used for the
initial filing of design applications accompanied by a
corresponding request. for expedited examination
under 37 CPR 1.155. Box Expedited Design should
NOT be used for a request under 37 CFR 1.155 filed
subsequent to the filing of the corresponding design
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application. Instead, a subsequently filed request
under 37 CFR 1.155 should be made by facsimile
transmission to the Design TC Director's office indi
cating the corresponding application number.

Design application filings addressed to Box Expe
dited Design will be forwarded immediately to the
Design TC Director's office. Whether an application
requesting expedited examination is hand-delivered to
the Design TC Director's office or mailed to Box
Expedited Design,expedited processing is initiated at
the Design TC Director's office provided the applica
tion (includingthe design application filing fee) is in
condition for examination and a complete request
under 37 CPR 1.155 (including the fee specified at 37
CFR 1.17(k» qualifies the application for expedited
examination.

Upon a decision by the Design TC Director to
grant the request for expedited examination, fees are
immediately processed, the application papers are
promptly assigned an application number, and the
application is dispatched to an examiner for expedited
examination. In addition, the applicant is notified that
examination is being expedited. The expedited treat
ment under 37 CPR 1.155 occurs through initial
examination processing and throughout the entire
prosecution in the Office. Whereas, an application
granted special status pursuant to a successful "peti
tion tomake special" under MPEP § 708.02 is priori
tized while it is on the examiner's docket so that the
application will be examined out of tum responsive to
each successive communication from the applicant
requiring Office action. For a patentable design appli
cation, the expedited treatment under 37 CFR 1.155
would be a streamlined filing-to-issuance procedure.
This procedure further expedites design application
processing by decreasing clerical processing time as
well as the time spent routing the application between
processing steps.

Although a request under 37 CFR 1.155 may be
filed subsequent to the filing of the design application,
it is recommended that the request and the corre
sponding design application be filed together in order
to optimize expeditious processing.

If an application requesting expedited examination
is incomplete (not in condition for examination), an
appropriate notice will be mailed to the applicant
identifying the reasons why the application is incom-

plete and requiring correction thereof.The Office Will
not examine an application that is not in condition for
examination even if the applicant files a request for
expedited examination.

If an application requesting expedited examination
fails to comply with one or more of the requirements
for expedited examination under 37 CPR 1.155, but
the .application is otherwise complete, the applicant
will be promptly notified and required to comply with
all requirements under 37 CFR 1.155 within a short
ened time period extendable under 37 CPR 1.136(a),
Unless all requirements under 37 CFR 1.155 are
timelymet, the application will await action in its reg
ulartum.

Once a request under 37 CFR 1.155 is granted,
examiners will expedite examination by examining
the application out-of-tum. Examiners are strongly
encouraged to use telephone interviews to resolve
minor problems. Clerical processing of the applica
tion will be expedited as well.

If the overall appearance of two or more patentably
distinct embodiments of an article as disclosed in the
drawings are different in appearance or scope, restric
tion will be required in accordance with MPEP
§ 1504.05. If applicant refuses to make an election
without traverse, the application will not be further
examined at that time, and the application will await.
action. in its regular tum. Divisional applications
directed to nonelected inventions Willnot qualify for
expedited examination unless the divisional applica
tion meets on its own.all requirements for expedited
examination under 37 CpR 1.155. Similarly, expe
dited status will not carryover to a continuing appli
cation, including a CPA, unless the continuing
application meets on its own all .requirements for
expeditedexamination under 37 CFR 1.155.

Once a request for expedited examination is
granted, prosecution will proceed according to the
procedure under 37 CFR 1.155. There is no provision
for "withdrawal" from expedited examination proce
dure.

1505 Allowance and Term of
Design Patent

35 us.c.trs. Tennofdesignpatent.

Patents for designs shall be granted for. the term of fourteen
years from thedate of grant.
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1509 Reissue of a Design Pateut

See MPEP Chapter 1400 for practice and procednre
in reissue applications.

For design reissue application fee, see 37 CFR
1.16(h). For fee for issuing a reissue design patent, see
37 CFR 1.l8(b).

The term of a design patent may not be extended by
reissue. Ex parte Lawrence, 70 USPQ 326 (Comm'r
Pat. 1946).

1510 Reexamination

See MPEP Chapter 2200 for practice and procedure
for reexamination applications.

1511 Protest

See MPEP Chapter 1900 for practice and procedure
in protest.

1512 Relationship Between Design
Patent, Copyright, and Trademark

I. DESIGN PATENT/COPYRIGHT OYER
LAP

There is an area of overlap between copyright and
design patent statutes where the author/inventor can
secnre both a copyright and a design patent. Thus an
ornamental design may be copyrighted as a work of
art and may also be subject matter of a design patent.
The author/inventor may not be required to elect
between securing a copyright or a design patent. See
In re Yardley, 493 F.2d 1389, 181 USPQ 331. In
Mazer v. Stein, 347 U.S. 201, 100 USPQ 325 (1954),
the Supreme Court noted the election of protection
doctrine but did not express any view on it since a
design patent had been secured in the case and the
issue was not before the Court.

See form paragraph 15.55 which repeats this infor
mation.

n. INCLUSION OF COPYRIGHT NOTICE

It is the policy of the U.S. Patent and Trademark
Office to permit the inclusion of a copyright notice in
a design patent application, and thereby any patent
issuing therefrom, under the following conditions.

(A) A copyright notice must be placed adjacent to
the copyright material and, therefore, may appear at

any appropriate portion of the patent application dis
closnre including the drawing. However, if appearing
on the drawing, the notice must be limited in print size
from 118 inch to 114 inch and must be placed within
the "sight" of the drawing immediately below the fig
ure representing the copyright material. If placed on a
drawing in conformance with these provisions, the
notice will not be objected to as extraneous matter
under 37 CFR 1.84.

(B) The content of the copyright notice must be
limited to only those elements required by law. For
example, "© 1983 John Doe" would be legally suffi
cient under 17 U.S.C. 401 and properly limited.

(C) Inclusion of a copyright notice will be permit
ted only if the following waiver is included at the
beginning (preferably as the first paragraph) of the
specification to be printed for the patent:

A portion of the disclosure.of this patent document con
tainsmaterial to whicha claim for copyrightismade.The
copyright owner has no objection to the facsimile repro
duction by anyone of the patent document or the patent
disclosure, as it appears in the Patent and Trademark
Office patent file or records, but reserves all other copy
right rightswhatsoever.

(D) Inclusion of a copyright notice after aNotice
of Allowance has been mailed will be permitted only
if the criteria of 37 CPR 1.312 have been satisfied.

Any departure from these conditions may result in a
refusal to permit the desired inclusion. If the waiver
required under condition (C) above does not include
the specific language "(t)he copyright owner has no
objection to the facsimile reproduction by anyone of
the patent document or the patent disclosnre, as it
appears in the. U.S. Patent and Trademark Office
patent file or records ....", the copyright notice will be
objected to as improper.

See form paragraph 15.55 which repeats this infor
mation.

The files of design patents D-243,821, D-243,824,
and D-243,920 show examples of an earlier similar
procedure.

III. DESIGN PATENTITRADEMARK OYER
LAP

A design patent and a trademark may be obtained
on the same subject matter. The CCPA, in In re Mogen
David Wine Corp., 328 F.2d 925, 140 USPQ 575
(CCPA 1964), later reaffirmed by the same court at
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372 F.2d 593, 152 USPQ 593 (CCPA 1967), held that
the underlying purpose and essence of patent rights
are separate and distinct from those pertaining to
trademarks, and that no right accruing from one is
dependent or conditioned by the right concomitant to
the other.

See form paragraph 15.55.01 which repeats this
information.

IV. INCLUSION OF TRADEMARKS IN DE
SIGN PATENT APPLICATIONS

A. Specification

The use of trademarks in design patent application
specifications is permitted under limited circum
stances. See MPEP § 608.01(v). This section assumes
that the proposed use of a trademark is a legal use
under Federal trademark law.

B. Title

It is improper to use a trademark alone or coupled
with the word "type" (e.g., Band-Aid type Bandage)
in the title of a design. Examiners must object to the
use of a trademark in the title of a design application
and require its deletion therefrom.

C. Drawings

When a trademark is used in the drawing disclosure
of a design application, the specification must include
a statement preceding the claim identifying the trade
mark material forming part of the claimed design and

the name of the owner of the registered trademark.
Form paragraph 15.76 may be used.

'f{ 15.76 Trademark in Drawing
The [1] forming part of the claimed design is a registered trade

mark of [2]. The specification must be amended to include a
statement preceding the claim identifying the trademark material
fanning part of the claimed design and the name of the owner of
the trademark.

Examiner Note:
1. In bracket 1, identify the trademark material.
2. In bracket 2, identify the trademark owner.

Any derogatory use of a trademark in a design
application is prohibited and will result in a rejection
of the claim under 35 U.S.C. 171 as being offensive
and, therefore, improper subject matter for design
patent protection. Cf. Dallas Cowboys Cheerleaders,
Inc. v. Pussycat Cinema, ua, 604 F.2d 200,
203 USPQ 161 (2d Cir. 1979) and Coca-Cola Co. v.
Gemini Rising Inc., 346 F. Supp. 1183, 175 USPQ 56
(E.D.N.Y. 1972).

1513 Miscellaneous

With respect to copies of references being supplied
to applicant in a design patent application, see MPEP .
§ 707.05(a).

Effective May 8, 1985, the Statutory Invention
Registration (SIR), 35 U.S.C. 157, and 37 CFR 1.293
- 1.297 replaced the former Defensive Publication
Program. The Statutory Invention Registration (SIR)
Program applies to utility, plant, and design applica
tions. See MPEP Chapter 1100.

•••••••••••••••••••••••••••••••
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Chapter ·1600 Plant Patents

The right to a plant patent stems from:

1601

1602
1603
1604
1605
1606
1607
1608
1609
1610
1611
1612
1613

1601

Introduction: The Act, Scope, Type of Plants
Covered
Rll.les Applicable
Elements.of aPlant Application
Applicant, Oath or Declaration
Specification and Claim
Drawings
Specimens
Examination

Report of Agricultural Research Service
The Actiou
Issue
UPOV Cou-,ention
Right of Priority Based Upon Application for
Plaut Breeder's Rights

Introduction: The Act, Scope,
Type of Plants Covered

The term "plant" has been interpreted to mean
"plant" in the ordinary and accepted sense and not in
the strict scientific sense and thus excludes bacteria.
In re Arzberger, 112 F. 2d 834, 46USPQ32 (CCPA
1940). The term "plant" thus does not include asexual
propagating material, per se. Ex parte Hibberd,
227 USPQ 443,447 (Bd. Pat. App.& Int.J985).

An asexually reproduced plantmay alternatively be
protected under 35 U.S.C. lOl, as the Plant Patent Act
(35 U.S.c. 161) is not an exclusive form of protection
which conflicts with the granting of utility patents to
plants. Ex parte Hibberd, 227 USPQ443 (Bd. Pat.
App. & Int. 1985). Inventions claimed under
35U.S.C.191 may include the same asexually repro
ducedplant Which is claimed under}? U.S.C-.161, as
well as plant materials and processes involving plant
materials, The filing of a terminal disclaimer. may be
used in appropriate situations to overcome an obvi
ousness-type double patenting rejection based on
claims to the asexually reproduced plant and/or fruit
and propagating material thereof in an application
under 35 U.S.C. lOl and the claim to the same asexu
ally reproduced plant in an application under
35 U.S.C. 161.

35 U.S.c. 161. Patentsfor plants.
Whoever invents or discovers and asexually reproduces any

distinct and new variety of plant, including cultivated sports,
mutants, hybrids, and newly found seedlings, other than a tuber
propagated plant or a plant found in an uncultivated state, may
obtain a patent therefor, subject to the conditions and require
ments of this title.

The provisions of this title relating to patents for inventions
shall apply to patents for plants, except as otherwise provided.

Asexually propagated plants are those that are
reproduced by means other than from seeds, such as
by the rooting of cuttings, by layering, budding, graft
ing, inarching, etc. Plants capable of sexual reproduc
tion are not excluded from consideration if they have
also been asexually reproduced.

With reference to tuber propagated plants, for
which a plant patent cannot be obtained, the term
"tuber" is used in its narrow horticultural sense as
meaning a short, thickened portion of an underground
branch. Such plants covered by the term "tuber propa
gated" are the Irish potato and the Jerusalem arti
choke. This exception is made because this group
alone, among asexually reproduced plants, is propa
gated by the same part of the plant that is sold as food.

35 U.S.c. 163. Grant.

In the case of a plant patent, the grant shall include the right to
exclude others from asexually reproducing the plant, and from
using, offering for sale, or selling the plant so reproduced, or any
of its parts, throughout the United States, or from importing the
plant so reproduced, or any parts thereof, into the United States.

As provided in 35 U.S.C. 161, the rights associated
with a plant patent include the rights associated with a
utility patent, and the "right to exclude" has additional
terms provided in 35 U.S.c. 163. A plant patent issu
ing from an application filed after June 7, 1995 has a
term which expires 20 years after the filing date of the
application, or any earlier filing date claimed under
35 U.S.C. 120, 121 or 365(c). See MPEP § 2701.
Plant patent applications will be published pursuant to
35 U.S.c. 122(b).

1602 Rules Applicable

37 CFR 1.161. Rules applicable.

Therules relatingto applications for patentfor other inventions
or discoveries are also applicable to applications for patents for
plants except as otherwise provided.
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1603 Elements of a Plant Application

37 CFR 1.163. Specification and arrangement of
application elements in a plant application.

*****
(b) The elements of the plant application, if applicable,

should appear in the following order:
(I) Plant application transmittal form.
(2) Fee transmittal form.
(3) Application data sheet (see § 1.76).
(4) Specification.
(5) Drawings (in dnplicate).
(6) Executed oath or declaration (§ 1.162).

*****
An application for a plant p~tent consists of the

same parts as other applications. For information per
taining to the oath or declaration, specification and
claim, or drawings, see MPEP § 1604, § 1605, or
§ 1606, respectively.

1604 Applicant, Oath or Declaration

37 CFR 1.162. Applicant, oath or declaration.

The applicant for a plant patent must be the person who has
invented or discovered arid.'asexually reproduced thenew and dis
tinct variety of plantfor which a patent is sought (or as provided
in §§ 1.42, 1.43 and 1.47). The oath or declaration required of the
applicant, in addition to the averments required by§1.63, must
state that he or she has asexually reproduced the plant. Where the
plant is a newly found plant, the oath or declaration must also
state that it was found in a cultivated area.

A Plant Patent Application (35 U.~.C. 161) Decla
ration, Form PTO/SB/03, may be used to submit a
declaration. Form PTO/SB/81 may be used to appoint
an attorney or agent. See MPEP § 402.

In an application for a plant patent, there can be
joint inventors. See Ex parte Kluis, 70 USPQ 165 (Bd.
App.1945).
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Attorney Docket Number "I
PLANT PATENT -. . .

APPLICATION (35 U;S.C.161) . First' Named Inventor . .

DECLARATION COMPLETEIF KNOWN

(3'7 CFR 1.63)
Annlication Number I

D Declaration o Declaration FUin'" Date
Submitted Submitted after Initial
with Initial OR Filing(surcharge

Grou" Art Unit
.

Filing (37 CFR1.16(en
. . ..

..
\. required) Examiner Name

A. 8 below namld Invlntor, I hereby declal'fl thlt:

Myresidence, mailingaddress,and citizenship areas staledbelownextto myname.

I believeI am the original, firsland sole inventor(ifonly one name is listedbelowl or an original,Ilrst and joint Inventor(if pluralnamesare listedbelow)of the
newand distinctvarietyof:

I I
plantnamed: I I
which i.s claimedand for which a plant patent is sought.the speclficetlonot which ...

DiS altached hereto OR 0 wasfil8;d on (MMIDDtfYYy) I I as UnitedStates

Application Number I I andwas ~~end~d on (MM/DD/YYYV) I I' (if applicabl~).

I herebystate that I havereylewedand understand the contents. of me.eeeveIdentifiedspecification, Includingthe claim,as emendedby any
amendment spacificallyreferredto above.
I haveasexuallyreproduced the plant to which this applleatiOn applies,

o Saidplantwas foundIna culUyaled area (ched thIsbox fornewlyfoundplantonly)

I ecknowledge the duty to discloseInformation which'is materialteipatentability as definedin 37 CFR 1.56.Includingfor ccntlneetlcn-ln-pan applications,
materialinformation which becameavailablebetweenthe filingdate of the priorapplication and the Nationalor PCT International filing date of the
ccntlnuetlcn-tn-pert, ' ". ::' ',.,'

I her1llby claim foreignpriority benerllsunder 35 U.S.C. 119(aHd) or 365(b) of any foreignappllcation(s) for patent or inventor'scertificate,or365(a) of any
PCT international applicationwhich deslgnatadat least one countryother than the UnitedStatesorAmarica, llsted.balowand have also Identifiedbelow; by.
checking the box. any foreign application for patent or invantor's certificate,or any PCT international application having a filing date before that of the
application on whichpriority is claimed.

.

Foreign Filing Date
Check Only If

Prior ForeIgn Application Country Priority Certified Copy Attached?
Number(s) (MMIDDffVYY)" YES NO

0 0 D
0 0 0
0 0 D
0 0 0

.

o Additional~orelgneppllCation numbersare listedon a supplemantal prioritydatasheet. PTO/SB/026attachedhereto:

(Page 1012J

BurdenHour Slatemenl: This form is estimatedto taka 21 minutesto complete. Time wJII vary depending upon the neads of the individualcase.Any comments on
the amount of Ume you are required to complete this form shouldbe sent to the Chief Information Officer, U.S. Patent and TrademarkOffice, Washington. DC
20231.·00 NOTSENDFEES ORCoMP,LETED FORMSTOTHIS ADDRESS. SEND TO:AssistantCommissioner for Patents,Washington. DC20231.
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TY'P9 a plus sign (+)ln5I11a thl. box~ D _ 'I'TO/8BI03 (1().(lO)
Approyed for use through 10(31/2002. OMS 0651·0032

U.S. Patent and Trademark Office. U.S.•DEPARTMENT OF COMMERCE
Undenhe Pap.erworkRedticllon ACt of 1995,.no perSOn' ere required to"re-ipondto a collection of Information uriless" displays By.lld. OMS control number.

( DECLARATION'~'PlantP..tent Application J

(pag

I hereby claim the benefit under 35 U.S.C. 119(e) of any ;United Statesprovlslonal appllcation(s) IIs~d below; .

Application Number!al FlIIlIgDate (MMIDDIYYYY 0 AddltJorial,prolJlsional application
numbers are listed on a
supplemental p:riortty data sheet
PTOfSB/028 attached hereto .

. .

Direct all correspondence to: 0 Customer'Number '1"-
OR 0 Correspondence address belowor Bar Code Label

. . . .. ... .
Nama

.

Addrasa

Address
.

CMu 1_ ZIP

CounlrV -I T_lllbhone' Fa.
I hereby declare that allatatements made her.f1inof my own knowledge are !rue and that ali statemantsmQ(le on in1orm8t1~ri and belief are believed to be
tNe; and further that these statements were made with the knowledge thet ,wUlflli,'a!le, stl!'l.elTlents and the like so made are punlsheble by fine or
imprisonment, or both, under 18 U.S.C. 1001 and .that such wlilrul felse statements 'mey jeopardize the validity of the appllc8tlonor any petent issued.

thereon.

NAME OF SOLE OR FIRSTINVENTOR: -I o A'petitlonhas ~.n filed for this unsIgned inventor

Given 1Family Name
Nama orSumame .. .

Inventor's
$ lnn8tUre Dale
. 1_ --·1- CountrY

. ..
Residence: city Cltlzenshln ...

.
MaUl'ng AdcIr8ss

. ..... . .

MalDng Address

City . lsiato . IZI" CountrY .

I
-r- . .

NAME OF SECONDINVENTPR: . o A petition has been flied for this unsigned Inventor

Given I FamUyName

Namo orSumame

Inventor's
DaleSlgn8tUre

.

1 Slate .... Tcountrv-Residence: City Citizenship

Mailing Address
...

Mailing Address
. . .

•••
. .

City I- I Zip Counlry

o Additional Inventors are being named on the supplemental Addtlonallnventor(s) sheet(s) PTO/SB/02A attached hereto.
rl'>_.... ., ...f')'
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1605 Specification and Claim

35 U.S.c. 162. Description, claim.

No plant patent shall be declared invalid for noncompliance
with section 112 of this title if the description is as complete as is
reasonably possible.

The claim in the specification shall be in formal terms to the
plant shown and described.

37 CFR 1.163. Specification and arrangement of
application elements in a plant application.

(a) The specification must contain as full and complete a
disclosure as possible of the plant and the characteristics thereof
that distinguish the same over related known varieties, and its
antecedents, and must particularly point out where and in what
manner the variety of plant has been asexually reproduced. For a
newly found plant, the specification must particularly point out
the location and characterof the area where the plant was discov
ered.

(b) The elements of the plant application, if applicable,
should appear in the following order:

(1) Plant application transmittalform;

(2) Fee transmittal form.

(3) Application data sheet (see § 1.76).

(4) Specification.

(5) Drawings (in duplicate).

(6) Executed oath or declaration (§ 1.162).

(c) The specification should include the following sections
in order:

(1) Title of the invention, which may include anintroduc
tory portion stating the name, citizenship, and residence of the
applicant.

(2) Cross-reference to related applications (unless
included in the application data sheet).

(3) Statement regarding federally sponsored research or
development.

(4) Latin name of the genus and species of the plant
claimed.

(5) Varietydenomination.

(6) Background ofthe invention.

(7) Brief summary of the invention.

(8) Brief description of the drawing.

(9) Detailed hotanical description.

(10) A single claim.

(11) Abstract of the disclosure.

(d) The text of the specification or sections defined in para
graph (c) of this section, if applicahle, should he preceded hy a
section heading in upper case, without underlining or bold type.

37 CFR 1.164. Claim.
The claim shall be in formal terms to the new and distinct vari

ety of the specified plant as described and illustrated, and may
also recite the principal distinguishing characteristics. More than
one claim is not permitted.

The specification should inclnde a complete
detailed description of the plant and the. characteristics
thereof that distinguish the same over related known
varieties, and its antecedents, expressed in botanical
terms in the general form followed in standard botani
cal textbooks or publications dealing with the variet
ies of the kind of plant involved (evergreen tree,
dahlia plant, rose plant, apple tree, etc.), rather than a
mere broad nonbotanical characterization such as
commonly found in nursery or seed catalogs. The
specification should also include the origin or parent
age and the genus and species designation of the plant
variety sought to be patented. The Latin name of the
genus and species of the plant claimed should be
stated and preceded by the heading set forth in
37 CFR 1.163(c)(4). The specification must particu
larly point out where, e.g., location or place of busi
ness, and in what manner the variety of plant has been
asexually reproduced.

Form Paragraphs 16.01, 16.09, and 16.10 may be
used to object to the disclosure under 37 CFR
1.163(a).

'f[ 16.01 Specification, Manner ofAsexually Reproducing
The application is ohjected to under 37 CFR 1.163(a)hecause

the specification does not "particularly point out where and in
what manner the variety of plant has been asexually reproduced".
Correction is required.

'f[ 16.09 Specification, Less Than Complete Description
The disclosure is objected to under 37 CFR 1.163(a) because

the specification presents less than a full and complete botanical
description and the characteristics which distinguish over related
known varieties. More specifically: [1].

'f[ 16.10 Specification, Location ofPlant Not Disclosed
The disclosure is objected to under 37 CFR 1.163(a) because

the specification does not particularly point out the location. and
characterofthe area where the plant was discovered.

Where color is a distinctive feature of the plant, the
color should be positively identified in the specifica
tion by reference to a designated color as given by a
recognized color dictionary or color chart.
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Form Paragraphs 16.02 and 16.03 may be used to
object to the disclosure or reject the claim, respec
tively, because of a lack of a clear and complete dis
closure with regard to colors.

'/{ 16.02 Colors Specified Do Not Correspond With Those
Shown

The disclosure is objected to under 35 U.S.c. 112, first para
graph, because the [1] colors specified fail to correspond with
those shown.

'/{ 16.03 Rejection, 35 U.S.c. 112, lst Paragraph, Non
Support for Colors

The claim is rejected under' 35 U.S:C. 112, first paragraph,' as
being unsupportedby a clear and complete disclosure with regard
to [II colors, for the following reasons: [21.

If the written description of a plant is deficient in
certain respects (see, e.g., In reGreer, 484 F.2d 488,
179 USPQ 301 (CCPA 1973», a clarification or addi
tional description of the plant, or even'a wholesale
snbstitution of the original description so long as not
totally inconsistent and unrelated to the original
description and photograph of the plant may be sub
mitted in reply to an Office action. Such submission
will not constitute new matter under 35U.S.C. 132.
Jessel v. Newland, 195 USPQ 678, .684 (Dep.
Comm'r Pat. 1977).

The rules on Deposit of Biological Mat~rials,

37 CFR 1.801-1.809, do not apply to plant patent
applications in view of the reduced disclosure require
ments of 35 U.S.C. 162, even where a deposit of a
plant has been made in conjunction with a utility
application (35 U.S.C. 101).

A plant patent is granted only on the entire plant. It,
therefore, follows that only one claim is necessary and
only one is permitted. A method claim in a plant
patent application is improper. An example of a
proper claim would be "A new and distinct variety of
hybrid tea rose plant, substantially as illustrated and
described herein."

1606 Drawings

37 CFR 1.165. Plant drawings.
(a) Plant patent drawings should be-artistically and com-

petently executed and must comply with the requirements of
§ 1.84. View numbers-and reference characters-need 'not be
employed unless required by the examiner. The drawing must dis
close all the distinctive characteristics of the plant capable of

visual representation.
(bjThe drawings may be in color. The drawing must' be in

color if color is a distinguishing characteristic of the -new variety.

Two copies of color drawings or photographs and a black and
white photocopy that accurately depicts, to the extent possible, the
subject matter shown in the color drawing or photograph must be
submitted.

If the drawings or photographs are in color, two
color copies of each drawing or photograph are
required. If the required copies of the drawings are not
included, the application will be accorded a filing
date, but correction will be required before the appli
cation is forwarded for examination. The requirement
under 37 CFR 1.165(b) fora black and white photo
copy of any color drawing or photograph has been
waived. See 1246 0.0. 106 (May 22, 2QOI).

37 CFR 1.84. Standardsfordrawings.

*****

(c) Identification of drawings. Identifying indicia, if pro
vided, should include the title of the invention, inventor's name,
and application number, or docket number (if any) if an applica
tion number has not been assigned to the application. If this infor
mation is provided, it must be placed on the front of each sheet
and centered within the top-margin.

*****

(e) Type ofpaper. Drawings submitted to the Office must be
made on paper which is flexible, strong, white, smooth, non-shiny,
and durable. All sheets must be reasonably free from cracks,
creases, and folds. Only one side of the' sheet may be used for the
drawing. Each sheet must be reasonably free from erasures and
must be free from alterations, overwritings, and interlineations.
Photographs must be' developed on paper meeting' the sheet-size
requirements of paragraph (1) of this section and the margin
requirements of paragraph (g) of this section. See paragraph (b) of
this section for other requirements for photographs.

(1) Size ofpaper. All drawing sheets in an application must
be the same size. One of the shorter sides of the sheet is regarded
as its top. The size of the sheets on whichdrawings are made must
be:

(1) 21.0 em. by 29.7 em. (DIN size A4), or

(2) 21.6 em. by 27.9 em. (8 1/2 by 11 inches).

(g) Margins. 'The sheets must not contain frames around the
sight (i.e., the usable surface), but should have scan target points
(i.e., cross-hairs) printed on two cater-corner margin corners. Each
sheet must include a top margin of at least 2;5 em. (1 inch), a left
side margin of at least 2.5 em. (1 inch), a right side margin of at
least 1.5 em. (5/8 inch), and a bottom margin of at least 1.0 em.
(3/8 inch), thereby leaving:' a sight no greater than 17.0 em: by
26.2 em. on 21.0 em. by 29.7 em. (DIN size A4) drawing sheets,
and a sight no greater than 17.6 em. by 24.4 em. (6 15116 by 9 5/
8 inches) on 21.6 em. by 27.9 em. (8 1/2 by 11 inch) drawing
sheets.

*****
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1608 Examination

Executive Order No. 5464, October 17, 1930. Facili
tating the consideration ofapplications jorplant patents.

The authority .. for. submitting plant applications to
the Department of Agriculture for report is given in:

'f[ 16.13 Specimens Are Required

Applicant [1] required to submit [2] in accordance with 37
CPR 1.166.

Specimens

37 CFR 1.167. Examination.

Applications may be submitted by .the Patent and Trademark
Office to the Department of Agriculture for study and report.

37 CFR 1.166. Specimens.

The applicant may be required "to furnish specimens of the
plant, or its flower or fruit, in a quantity and at a time in its stage
of growth as may be designated, for study and inspection. Such
specimens, .properly packed, must be forwarded in conformity
with. instructions furnished to; the applicant. When it is not possi
ble to forward such specimens, plants must be made available for
official inspection where grown.

Specimens of the plant variety, its flower or fruit,
should not be submitted unless specifically called for
by the examiner.

Form Paragraph 16.13 may be used to require spec
imens.

1607

'f[ 16.11 Drawings in Improper Scale

The disclosure is objected to under 37 CPR 1.165(a) because
the drawings are of an inadequate scale to show the distinguishing
features of the plant.

'f[ 16.07 Drawing Figures Not Competently Executed

The disclosure is objected to under 37 CFR 1.165(a) because
Fig. [1] not artistically andlor competently executed.

*****

(u) Numbering ofviews.

(l) The different views must be numbered in consecutive
Arabic numerals, starting with 1, independent of the numbering of
the sheets and, if possible, in the order in which they appear on the
drawing sheet(s). Partial views intended to fonn one complete
view, on one or several sheets, must be identified by the •same
number followed by a,capital letter. View numbers must be pre
ceded by the abbreviation "FIG" Where only.a single view is used
in an application to illustrate the claimed invention.rit must not be
numbered and the abbreviation "FIq.." must not appear.

(2) Numbers and letters identifying the views must, be
simple and clear and must not be used in association with brack
ets, circles, or inverted commas. The view numbers must be larger
than the numbers usedfor reference characters.

(i} Arrangement of views. One view must not be: placed
upon another or within the outline of another. All. views .. on the
same sheet should stand in the same direction and.. if possible,
stand so that they can be read with the sheet held in an upright
position. If views wider than the width of the sheet .aI'e necessary
for the clearest illustration of the invention, the' sheet may be
turned on its side so that the top of the sheet, with the appropriate
top margin to be used as the heading space, is 00 the right-hand
side. Words must appear in a horizontal, left-to-right fashion when
the page is either upright or turned so that the top becomes the
right side, except for graphs utilizing standard scientific conven
tion to denote the axis ofabscissas (of X) and the axis of ordinates
(ofY).

(t) Numbering ojsheets ojdrawings. The sheets of drawings
should be numbered in consecutive Arabic numerals, starting with
1, withinthe sight as.defined in paragraph, (g) 'of this section.
These numbers, if present, must be placed in the middle of the top
of the' sheet, but not in' the margin. The numbers can be placed'on
the right-hand side if the drawing extends too close to the middle
of the top edge of the usable surface. The drawing sheet number
ing must be clear and larger than the numbers, used as reference
characters to avoid confusion. The number of each sheet should
be' shown by two Arabic numerals placed on either side of an
oblique line, with the first being the sheet number and the second
being the total number of sheets of drawings, with no other mark
ing.

*****

(x) Holes. No holes should be made by applicant, in the
drawing sheets.

Form Paragraphs 16.06, 16.06.01, 16.07, and 16.11
may be used to object to the drawing disclosure.

'f[ 16.06 Drawings Must Be in Duplicate

The disclosure is objected to under 37 CPR 1.165(b) because
applicant' has not provided copies of the drawing in duplicate.
Correction is required.

I, Herbert Hoover, President of the United States of
America, under the authority conferred upon me by act of
May 23, 1930 (public No. 245) [now 35 U.S.c. 164],
entitled.vAn act to provide for plant patents," and by vir
tue of all other powers vested in me relating thereto, do
hereby direct the Secretary of Agriculture: (l)tQ furnish
the Commissioner of Patents such available information
of the Department of Agriculture, or (2) to .conduct
through the appropriate bureau or division of the depart
mcnrsuch.rescerch upon special problems, or (3) to detail
to the Commissioner of Patents such officers and employ
ees of the department, as the Commissioner may request
for the purpose of carrying said act into effect.
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35 U.S.C. 164. Assistance ofDepartment ofAgriculture.

The Presidentmay by Executive order direct the Secretaryof
Agriculture, in accordance with the requestsof the Director, for
the purpose of carryinginto effect the provisions .. of this title.. with
respect to plants (1) to furnish available information of the
Department of Agriculture, (2) to conduct through.the.appropriate

bureau or division of the Department research upon special prob

lerns, or (3) to detail to the Directorofficers and employees of the

Department.

Plant applications are subject to the same examina
tion process as any other national application. As
such, the statutory provisions with regard to patent
able subject matter, utility, novelty, obviousness, dis
closure, and claim specificity requirements apply
(35 U.S.c. ioi, 102, 103, and 112). The sole excep
tion in terms of applicability of these statutory provi
sions is set forth in 35 U.S.c. 162.

The prior art considered by the examiner isdevel
oped by a search of appropriate subclasses of the
United States patent classification system as well as
patent and nonpatent literature data bases. Where
appropriate, a report may be obtained from the Agri
cultural Research Service, Horticultural Research
Branch, Department of Agriculture.

1609 Report of Agricultural
Research Service

Where the examiner considers it necessary to the
examination of the plant patentapplication, a. copy of
the file and drawing of the application are forwarded
to the National Program Leader for Horticultural
Crops, Agricultural Research Service (ARS), U.S.
Department of Agriculture, along with a request for a
report as to whether the plant variety disclosed is new
and distinct over known plant varieties.As the report
is merely advisory to the Office, it is placed in the file
but is not given a paper number. The copy of. the
report is customarily utilized by the examiner in the
preparation ofhis or her action on the application.

The report may embody criticisms and objections
to the disclosure, may offer suggestions for correction
of such, or the report may merely state that:

"Examination of the specification submitted indicates
that.the variety described is notidentical with'others with
whichourspecialistsare familiar."

1610 The Action

The action on the application by the examiner will
include all matters as provided for in other types of
patent applications. See 37 CPR 1.161.

With reference to the examination of the claim, the
language must be such that it is directed to the "new
and distinct variety of plant." This is important as
under no circumstance should the claim be directed to
a new variety of flower or fruit in contradistinction to
the plant bearing the flower or the tree bearing the
fruit. This is in spite of the fact thatit is accepted and
general botanical parlance to say "A variety of apple
or a variety of blackberry" to mean a variety of apple
tree or a variety of blackberry plant.

Where the application is otherwise allowable, .a
claim which recites, for example "A new variety of
apple characterized by," may be amended by the

insertion of - tree - after "apple" by an examiner's
amendment.

By the same token, the title ofthe invention must
relate to the entire plant and not to its flower or fruit,
thus:Apple Tree, Rose Plant.

Care should also be exercised that the specification
does not contain unwarranted advertising, for exam
ple, "the disclosed plant being grown in the XYZ
Nurseries of Topeka, Kansas." It follows, also, that in
the drawings any showing in the background of a
plant, as a sign carrying the name of an individual,
nursery, etc., is objectionable and deletion thereof is
required. Nor should the specification include lauda
tory expressions, such as, "The rose is prettier than
any other rose." Such expressions are wholly irrele
vant. Where the fruit is described, statements in the
specification as to the character and quality of prod
ucts made from the fruit are not necessary and should
be deleted.

The Office action may include so much of any
report of the ARS as the examinerdeems necessary,
or may embody no part of it. In the event of an inter
view, the examiner, in his or her discretion, may show
the entire report to the inventor or attorney.
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Form Paragraph 16.12 may be used to reference
portions of the ARS report.

'f{ 16.12 Report From U.S. Dept. ofAgriculture
This application has.been submitted to the U.S... Department of

Agriculture for a report. Pertinent portions follow' [1]

The report of the ARS is not in the nature of a pub
lication and matters raised therein within the personal
knowledge of the specialists of the ARS are not suffi
cient basis for a rejection unless it is first ascertained
by the examiner that the same can be supported by
affidavits by said specialists (37 CFR l.104(d)(2)).
See Ex parte Rosenberg, 46 USPQ 393 (Bd. App.
1939). .

Form Paragraphs 16.04 and 16.08, as appropriate,
may be used to reject the claim.

'f{ 16.04 Rejection. 35 U.S.c. 102
The claimis rejected under 35 U.S.c. 102 as failing to patent

ably distinguish over [1].

'f{ 16.08 Rejection, 35 U.S.c. 112
The claim is rejected under 35 U.S.C. 112 [1] because [21.

1611 Issue

The preparation of a plant patent application for
issue involves the same procedure as for other appli
cations (37 CFR 1.161), with the exception that where
there are color drawings, the better one of the two
judged, for example, by its sharpness or cleanliness is
selected to be printed in the patent.

The International Patent Classification symbols,
most recent edition, should be placed in the issuing
classification boxes on the file wrapper or on the Issue
Classification slip of all plant patent applications
being sent to issue.

All plant patent applications should contain an
abstract when forwarded to the Office of Patent Publi
cation.

1612 UPOV Convention

On November 8, 1981, the 1978 text of the "Inter
national Convention for the Protection of New Variet
ies of Plants" (generally known by its French
acronym as the UPOV Convention) took effect in the
United States and two other states that had not been
party to the 1961 text, Ireland and New Zealand. As
of September 24, 2000, 46 states were party to the
UPOV Convention: Argentina, Australia, Austria,
Belgium, Bolivia, Brazil, Bulgaria, Canada, Chile,

China, Colombia, Czech Republic, Denmark, Ecua
dor, Estonia, Finland, France, Germany, Hungary, Ire
land, Israel, Italy, Japan, Kenya, Kyrgyzstan, Mexico,
Netherlands, New Zealand, Norway, Panama, Para"
guay, Poland, Portugal, Republic of Moldova, Russian
Federation, Slovakia, Slovenia, South Africa, Spain,
Sweden, Switzerland, Trinidad and Tobago, Ukraine,
United Kingdom, United States of America, and Urn
guay. Most states adhere to the 1978 text. The United
States adheresto the 1991 text,' and has a reservation
under Article 35(2) of the text (which allows plant
patents rather than breeder's rights certificates to be
granted).

The 1961, 1978, and 1991 texts guarantee to plant
breeders in each member state both national treatment
and the right of priority in all other member states. In
many states, new plant varieties are protected by
breeders' rights laws rather than patent laws. Accord
ingly, the Paris (Industrial Property) Convention can
not always be relied on to provide these and other
rights.

Insofar as the patenting of asexually reproduced
plants in the United States is concerned, both national
treatment and the right of priority have been accorded
to foreign plant breeders since enactment of the plant
patent law in 1930 (now 35 U.S.C. 161-164). See
MPEP § 1613 for the right of priority based upon an
application for plant breeder's rights.

Application of the UPOV Convention in the United
States does not affect the examination of plant patent
applications, except in one instance. It is now neces
sary as a condition for receiving a plant patent to reg
ister a variety denomination for that plant. Inclusion
of the variety denomination in the patent comprises its
registration.

The registration process in general terms consists of
inclusion of a proposed variety denomination in the
plant patent application. The examiner must evaluate
the proposed denomination in light of UPOV Conven
tion, Article 13. Basically, this Article requires that
the proposed variety denomination not be identical
with or confusingly similar to other names utilized in
the United States or other UPOV member countries
for the same or a closely related species. In addition,
the proposed denomination must not mislead the aver
age consumer as to the characteristics, value, or
identity of the patented plant. Ordinarily, the denomi
nation proposed for registration in the United States
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not been set forth in the disclosure. 3TCPR 1.163(c)(4). Correc
tionby adding such a name is required.

Pursuant t035 U.S.C. 119(f), an application for a
plant pateut may rely upon an applicatiou for plant
breeder's rights filed in a WTO member country (or in
a foreignUPOV Contracting Party) for priority under
35 U.S.c. 119(a) through (c).

...............................

must be the same as the deuomiuatiou registered iu
another member state of UPOV.

Form Paragraph 16.05 may be used to object to the
disclosure as lackiug a common or market name or
"denomination" of the plant.

'I 16.05 Name or Denomination for Plant Missing

The disclosure is objected to under 37 CPR 1.121(e) because
no "varietydenomination" ofthe instant plant hasbeen-setforth in
the disclosure. 37 CPR 1.163(c)(4). Correction by adding such a
Dame is required.

'116.05.01 Latin Name of Genus and Species of the Plant
Claimed Missing

The disclosure is objected to under 37 CPR 1.121(e) because
the Latin name of the genus and species of the instant plant has

1613 Right of Priority Based upon
Application for Plant Breeder's
Rights
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1701 Office Personnel Not To
Express Opinion on Validity
or Patentability of Patent

Every patent is presumed to be valid. 35 U.S.C.
282, first sentence. Public policy demands that every
employee of the United States Patent and Trademark
Office(USPTO) refuse to express to any person any
opinion as to the validity or invalidity of, or the pat
entability or unpatentability of any claim in any U.S.
patent, except to the extent necessary to carry out

(A) an examination of a reissue application of the
patent,

(B) a reexamination proceeding to reexamine the
patent, or

(C) an interference involving the patent.

The question of validity or invalidity is otherwise
exclusively a matter to be determined by a court.
Members of the pateut examining corps are cautioned
to be especially wary of any inquiry from any person
outside the USPTO, including an employee of another
U.S. Government agency, the answer to which might
indicate that a particular patent should not have
issued. No USPTO employee may pursue a bounty
offered by a private sector source for identifying prior
art. The acceptance of payments from outside sources

for prior art search activities may subject the
employee to administrative disciplinary action.

When a field of search for an invention is
requested, examiners should routinely inquire
whether the invention has been patented in the United
States. If the invention has been patented, no field of
search should be suggested.

Employees of the USPTO, particularly patent
examiners who examined an application which
matured into a patent or a reissued patent or who con
ducted a reexamination proceeding, should not dis
cuss or answer inquiries from any person outside the
USPTO as to whether or not a certain reference or
other particular evidence was considered during the
examination or proceeding and whether or not a claim
would have been allowed over that reference or other
evidence had it been considered during the examina
tion or proceeding. Likewise, employees are cautioned
against answering anyinquiry concerning any entry in
the patent or reexamination file, including the extent
of the field of search and any entry relating thereto.
The record of the file of a patent or reexamination
proceeding must speak for itself.

Practitioners can be of material assistance in this
regard by refraining from making improper inquiries
of members of the patent examining corps. Inquiries
from members of the public relating to the matters
discussed abovemust of necessity be refused and
such refusal should not be considered discourteous or
an expression of opinion as to validity or patentability.

1701.01 Office Personnel Not To Testify

It is the policy of the United States Patent and
Trademark Office (USPTO) that its employees,
including patent examiners, will not appear as wit
nesses or give testimony in legal proceedings, except
under the conditions specified in IS CFR PartIo,
Subpart B. Any employee who testifies contrary to
this policy will be dismissed or removed. The reasons
for this policy are set out in IS CFR 15.13.

Whenever an employee of the USPTO, including a
patent examiner, is asked to testify or receives a sub
poena, the employee shall immediately notify the
Office of the USPTO General Counsel. Inquiries
requesting testimony shall be also referred immedi
ately to the Office of the USPTO General Counsel.
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Patent examiners and other USPfO employees per
forming or assisting in the performance of quasi-judi"
cial functions, are forbidden to testify as experts or to
express opinions as to the validity of any patent.

Any individual desiring the testimony of an
employee of the USPfO, including the testimony of a
patent examiner or other quasi-judicial employee,
must comply with the provisions of 15 CPR Part 15,
Subpart B.

A request for testimony of an employee of the
USPfO should be made to the Office of the USPfO
General Counsel at least 10 working days prior to the
date of the expected testimony.

If an employee is authorized to testify, the
employee will be limited to testifying about facts
within the employee's personal knowledge. Employ
ees are prohibited from giving expert or opinion testi
mony. Fischer & Porter Co; v. Corning Glass Works,
61 F.R.D. 321, 181 USPQ 329 (B.D. Pa. 1974). Like
wise, employees are prohibited from answering hypo
thetical or speculative questions. In re Mayewsky,
162 USPQ 86, 89 (E.D. Va. 1969) (deposition of an
examiner mnst be restricted to relevant matters of fact
and must avoid any hypothetical or speculative ques
tions or conclusions based thereon); ShajjerTool
Works v. Joy Mfg. Co., 167 USPQ 170 (S.D. Tex.
1970) (deposition of examiner should be limited to
matters of fact and must not go into hypothetical or
speculative areas or the bases, reasons, mental pro
cesses, analyses, or conclusions .of the examiner in
acting upon a patent application). Employees will not
be permitted to give testimony with respect to subject
matter which is privileged. Several court decisions
limit testimony with respect to quasi-judicial func
tionsperformed by employees. Those decisions
include United States v. Morgan, 313 U.S. 409, 422
(1941) (improper to inquire into mental processes of
quasi-judicial officer or to examine the manner and
extent to which the officer considered an administra
tive record); Western Electric Co. v. Piezo Technology,
Inc., 860 F.2d 428, 8 USPQ2d 1853 (Fed. Cir.1988)
(patent examiner may not be compelled to answer
questions which probe the examiner's technical
knowledge of the subject matter of a patent); McCul"
loch Gas Processing Co. v. Department of Energy,
650 F.2d 1216, 1229 (Temp. Emer. Ct. App. 1981)
(discovery of degree of expertise of individuals per
forming govermnental functions not permitted); In re

Nilssen, 851 F.2d 1401, 7 USPQ2d 1500 (Fed. Cir.
1988) (technical or scientific qualifications of exam
iners-in-chief are not legally relevant in appeal under
35 U.S.c. 134 since board members need not be
skilled in the art to render obviousness decision);
Lange v. Commissioner, 352 F. Supp. 166, 176 USPQ
162 (D.D.C. 1972) (technical qualifications of exam
iners-in-chief not relevant in 35 U.S.c. 145 action).

In view of the discussion above, if an employee is
authorized to testify in connection with the
employee's involvement or assistance in a quasi-judi
cial proceeding which took place beforethe USPfO,
the employee will not be permitted to give testimony
in response to questions which seek:

(A) Information about that employee's:

(I) Background;
(2) Expertise;

(3) Qualifications to examine or otherwise
consider a particular patent or trademark application;

(4) Usual practice or whether the employee
followed a procedure set out in anyOffice manual of
practice (including the MPEP or TMEP) in a particu
lar case;

(5) Consultation with another Office em
ployee;

(6) Understanding of:

(a) A patented invention, an invention
sought to be patented, or patent application, patent,
reexamination or interference file;

(b) Prior art;
(c) Registered subject matter, subject matter

sought to be registered, or a trademark application,
registration, opposition, cancellation, interference, or
concurrent use file;

(d) Any Office manual of practice;

(e) Office regulations;

(f) Patent, trademark, or other law; or

(g) The responsihilities of another Office
employee;

(7) Reliance on particular facts or arguments;

(B) To inquire into the manner in. and extent to
which the employee considered or studied material in
performing a quasi-judicial function; or

(C) To inquire into the bases, reasons, mental pro
cesses, analyses, or conclusions of that Office
employee in performing the quasi-judicial function.
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Any request for testimony addressed or delivered to
the Office of the USPIO General Counsel shall com
ply with IS CFR 15.14(c). All requests must be in
writing. The need for a subpoena may be obviated
where the request complies with IS CFR 15.14(c) if
the party requesting the testimony fnrther meets the
following conditions:

(A) The party requesting the testimony identifies
the civil action or other legal proceeding for which the
testimony is being taken. The identification shall
include the:

(I) Style of the case;
(2) Civil action number;
(3) District in which the civil action is pend-

ing;
(4) Judge assigned to the case; and
(5) Name, address, and telephone number of

counsel for all parties in the civil action.
(B) The party agrees not to ask questions seeking

information which is precluded by IS CFR 15.l6(b);
(C) The party shall comply with applicable provi

sions of the Federal Rules of Civil Procedure, includ
ing Rule 30, and give 10 working days notice to the
Office of the USPIO General Counsel prior to the
date a deposition is desired. Fifteen working days
notice is required for any deposition which is desired
to be taken between November IS and January 15;

(D) The party agrees to notice the deposition at a
place convenient to the USPIO. The Conference
Room in the Office of the USPIO General Counsel is
deemed to be a place convenient to the Office; and

(E) The party agrees to supply a copy of the tran
script of the deposition to the USPIO for its records.

Absent a written agreement meeting the conditions
specified in paragraphs (A) through (E), a party must
comply with the precise terms of IS CFR 15.14(c)(I)
and the USPIO will not permit a deposition without
issuance of a subpoena.

1702 Restrictions on Fonner Examiners

37 CFR 10.10. Restrictions on practice inpatent cases.
(a) Only practitioners who are registered under § 10.6 or

individuals given limitedrecognition under § 10.9 will be permit
tedto prosecute patent applications of others beforetheOffice.

(b) No individual who has served in the patent examining
corps of the Office may practice before the Office after termina
tion of his or her service, unless he or she signs a written under
taking,

(1) Not to prosecute or aid in any manner in the prosecu
tion of any patent application pending in any patent examining
group during his or herperiodof service therein and

(2) Not to prepare or prosecute or to assist in anymanner
in the preparation or prosecution of any patent application of
another (i) assigned to such group for examination and (ii) filed
within two years after the datehe or she left such group, without
written authorization of the Director. Associated and related
classes in other patent examining groups may ,be required to be
included in theundertaking ordesignated classes maybe excluded
from the -undertaking. When an application -for registration is
made afterresignation from the Office, the applicant will not be
registered if he orshehas prepared orprosecuted orassisted in the
preparation or prosecution of any patent application asindicated
in the paragraph. Knowingly preparing or prosecuting or provid
ing assistance in the preparation or prosecution, of any patent
application contrary to the provisions of thisparagraph shall con
stitute misconduct under § 1O.23(c)(13) of this part.

(c) A practitioner who is an employee of the' Office cannot
prosecute or aid in any manner in the prosecution of any patent
application beforetheOffice.

(d) Practice before the Office by Government employees is
subject to any applicable conflict of interest laws, regulations or
codes of professional responsibility.

See also MPEP § 309.

1703 The Official Gazette

The Official Gazette of the United States Patent
and Trademark Office (Official Gazette) is published
every Tuesday in two sections, the Official Gazette 
Patents and the Official Gazette - Trademarks. The
front portion of each Official Gazette is the same and
is composed of the text of regular and special Patent
and Trademark Office Notices (Official Gazette
Notices) such as notices of patent and trademark suits,
disclaimers filed, Certificates of Correction issued,
lists of applications and patents available for license
or sale, notices of 37 CFR 1.47 applications, and gen
eral information such as orders, notices, changes in
rules, changes in classification, certain adverse deci
sions in interferences, the condition of work in the
Office, registration of attorneys and agents, repri
mands, suspensions, and exclusions of registered
attorneys and agents, and notices to parties not
reached by mail.

The Official Gazette - Patents reports the reexam
ination certificates, reissues, plant patents, utility pat
ents, and design patents issued and statutory invention
registrations (if any) published on that day. The Offi
cial Gazette - Patents also includes indexes to patents
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by classification, state, and patentee. As to each
patent, the following information is given:

(A) Patent number;

(B) Title ofthe invention;

(C) Applicant's name;

(D) Applicant's city and state of residence and, if
unassigned, applicant's mailing address;

(E) Assignee's name, city and state of residence,
if assigned;

(F) U.S. or peT parent application data, if any;

(G) Filing date;

(H) Application number;

(I) Foreign priority application data-if any;

(1) International classification;

(K) U.S. classification by class and subclass;

(L) Number of claims;

(M) Selected figure of the drawing, if any, except
in the case of a plant patent;

(N) A claim or claims; and

(0) For reissue patents, the original patent num
ber and issue date, and the original application num
ber and filing date.

The Official Gazette - Trademarks contains, in
addition to Patent and Trademark Office notices, an
illustration of each trademark published for opposi
tion, an alphabetical list of registered trademarks, a
classified list of registered trademarks, an index of
registrants, a list of canceled trademark registrations,
and a list of renewed trademark registrations.

The Official Gazette Notices are available on the
United States Patent and Trademark Office (USPTO)
web site (www.uspto.gov). The information in the
Official Gazette pertaining to each issued patent and
each trademark registration can be obtained from the
Patent Grants Database and the U.S. Trademark Elec
tronic Search System (TESS) respectively; both also
available on the USPTO web site. Paper copies of the
Official Gazette - Patents, the Official Gazette 
Trademarks, and Patent and Trademark Office
Notices are available from the Government Printing
Office. Orders should be addressed and subscriptions
should be made payable to the Superintendent of Doc
uments, Government Printing Office, Washington,
D.C. 20402.

1704 Application Records and Reports

The PALM (Patent Application Locating and Mon
itoring) System is the automated data management
system used by the United States Patent and Trade
mark Office (USPTO) for the retrieval and/or online
updating of the computer record of each patent appli
cation. The PALM System also maintains examiner
time, activity, docket, and technical support staff
backlog records.

Information retrieval from PALM is by means of
video display terminals or the PALM intranet. Infor
mation update is by means of video display transac
tions and, predominantly, by means of transactions
entered via bar code readers. Among other items,
classification, examiner docket, attorney, inventor,
and prosecution history data as well as the location of
each application can be retrieved and updated online
with PALM.

DOCKET REPORTS

The recording of changes to examiner dockets is
accomplished by PALM simultaneously with the
recording of incoming and outgoing communications,
transfers of applications to and from dockets, and
other types of updating of the application record. The
status of each examiner's docket can be determined
by means of online video display transactions or the
PALM intranet and. is supplemented by periodic
printed reports. Docket reports that are generated by
PALM include the individual examiner new, special,
and amended docket which lists applications in prior
ity order; the individual examiner rejected application
docket; the individual examiner new application pro
file, which lists the totals of new applications in each
docket, sorted by month of filing; and various summa
ries of the above reports at the art unit, Technology
Center (TC), and corps levels.

BIWEEKLY TIMEAND ACTIVITY REPORTS

All reporting of examiner time and activity is on a
biweekly basis. Each examiner's examining and non
examining time, as listed on the examiner's Biweekly
Time Worksheet, PTO-690E, is entered into PALM
for use in the computation of productivity data. The
biweekly reports produced include the individual
Biweekly Examiner Time and Activity Report which
lists, by application number, all applications for which
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actions have been counted during the biweekly
period. The type ofaction counted for each applica
tion is also indicated on the report. This report also
includes examiner time data, an action summary, and
cumulative summaries to date for the current quarter
and fiscal year. Various summary reports at the Art
Unit, TC, and Corps levels are also produced.

1705 Examiner Docket, Time,
and Activity Recordation

Actions prepared by examiners are submitted to
their respective legal instrument examiners for pro
cessing in accordance with the procedures set forth
below.

PROCEDURES FOR REPORTING AN EXAM
INER'S ACTION

(A) The examiner completes an Examiner's Case
Action Worksheet, Form PfO-1472, which identifies
the type of action prepared. The worksheet is attached
to the application for processing by the legal instru
ment examiner;

(B) The legal instrument examiner checks the
worksheet to verify that the examiner provided all
necessary information relating to that action;

(C) Thelegal instrument examiner enters the type
of action and the count date thereof on the Contents
flap of the file wrapper; and

(D) The legal instrument examiner enters the
examiner's action for the application directly into
PALM using a bar code reader.

Each examiner's action that is counted and reported
to the PALM system will be listed by application
number on the Biweekly Examiner Time and Activity
Report. The examiner should check his/her Biweekly
Examiner.Time and Activity Report to verify that all
applications worked on for the biweekly report period
are properly listed.

Examples of examiner's actions that are reported to
PALM by the legal instrument examiner, but are not
listed on the Biweekly Examiner Time and Activity
Report, include examiner's amendments, actions in
reexamination proceedings, interview summaries,
transfers of applications, and supplemental Office
actions and miscellaneous Office letters which do not
set a period for reply.
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U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

EXAMINER'S CASE ACTION WORKSHEET
IApp'roatlon No I ILegallnslrumenl Exam;n", I
CHECK TYPE OF ACTION DATE OF COUNT

D Non-Final . D R~strlctlonl D Final
Rejection Election Only Rejection

. .

D Ex Parte D Allowance D Advisory
Quayle Action

D Examiner's D Reply Brief D Non-Entry of
Answer Noted Reply Brief
(Including Supplemental) .

D Notice of D Interference D Suspension
Defective SPE __ SPE

I Appeal Brief Approval for Disposal (1I)itial)

. , .

D AllOWance D SIR Disposal
.

D Post-Allowance
After . (use only after FAOM) Communication
Examiner's
Answer

D Miscellaneous D Notice of D Miscellaneous
Office Letter Non-Responsive Office Letter
~rth Shortened Amendment (No Response Period Set)

tatutory Period Set)
l'::ith One Month Time

Imit Set}

D Letter ReqUiring D Supplemental D Response to a
Formal DraWings Action Rule 312

Amendment

D Restart Time D Interview D Authorization to
Period Summary Change Previous
{e.g., Missing References} Office Action

SPE
(Initial)

D Abandonment D Express D Abandonment
Abandonment After
Date: Examiner's

Answer

Examiner's Name: _ GAU:------
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COUNTING OF FIRST ACTION ON THE
MERITS (FAOM)

Office actions on the merits consist of rejections
(final and non-final), Ex parte Quayle actions, and
allowances.

The first time an examiner performs one of the
above merit actions, he/she receives credit for a First
Action on the Merits (FAOM) on the production
reports.

A second/subsequent but FAOM usually occurs
when the first action is a restriction/election action
and the second action is an action on the merits. The
examiner indicates the type of second action on the
Examiner's Case Action Worksheet, and the PALM
system will automatically determine if it is a FAOM.
If the second action is a FAOM, the action will be
listed andcredited on the Biweekly Examiner Time
and Activity Report as a Second/Subsequent FAOM.

COUNTING OF DISPOSALS

An examiner receives a "disposal" count for the
following actions:

(A) Allowance;
(B) Abandonment;
(C) Examiner's Answer;
(D) International Preliminary Examination

Report;
(E) Statutory Invention Registration (SIR) dis

posal (only after a FAOM; see MPEP § 1101); and
(F) Interference wherein the application would be

in condition for allowance but for the interference.

These same items constitute the "disposals" for per
formance evaluation of examining art units and TCs.
However, disposals at the Office level consist only of
allowances and abandonments.

For either an allowance or an abandonment after an
Examiner's Answer or decision by a court or the
Board of Patent Appeals and Interferences, no dis
posal credit is received, though these actions are indi
cated on the Biweekly Examiner Time and Activity
Report.

CORRECTION INFORMATION

(A) If any information is either missing from or
incorrect on the Biweekly Examiner Time and Activ
ity Report, the examiner should promptly notify the

legal instrument examiner by providing all the perti
nent information necessary to make the changes to the
PALM system (e.g., examining hours, application
number, type of action, etc.)..

(B) The legal instrument examiner will report the
necessary changes- and corrections directly into
PALM. These changes will be listed on the next
Biweekly Examiner Time and Activity Report.

(C) If any information is. missing from the last
Biweekly Examiner Time and Activity Report of a
quarter (except at the end of a fiscal year) or is incor
rect, the examiner should promptly notify the legal
instrument examiner and hislher supervisory patent
examiner (SPE). The legal instrument examiner will
make the appropriate changes directly into the PALM
system The changes will be listed on the next
Biweekly Examiner Time and Activity Report. How
ever, these changes will not be reflected in the last
Quarter's Report; the examiner's SPE may manually
make an adjustment to the records to show these
changes.

(D) In order to ensure that all PALM reports are
correct at the end of the fiscal year (rating period), a
special correction cycle is provided on the PALM sys
tem. If any information is missing from or is incorrect
on the last Biweekly Examiner Time and Activity
Report, the examiner should immediately notify the
legal instrument examiner and hislher SPE. These
changes will be reflected in the examiner's final
biweekly report for the entire fiscal year.

1706 Disclosure Documents

A service provided by the United States Patent and
Trademark Office (USPTO) is the acceptance and
preservation for two years of "Disclosure Documents"
as evidence of the date of conception of an invention.

THE PROGRAM

A paper disclosing an invention (called a Disclo
sure Document) and signed by the inventor or inven
tors may be forwarded to the.USPTO by the inventor
(or by anyone of the inventors when there are joint
inventors), by the owner of the invention, or by the
attorney or agent of the inventor(s) or owner. The Dis
closure Document will be retained for two years, and
then be destroyed unless it is referred to in a separate
letter in a related patent application flied within those
two years.
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THE DISCLOSURE DOCUMENT IS NOT A
PATENT APPLICATION, AND THE DATE OF
ITS RECEIPT IN THEUSPTOWILLNOT
BECOME THE EFFECTIVE FILING DATE OF
ANY PATENT APPLICATION SUBSE·
QUENTLY FILED. THESE DOCUMENTS WILL
BE KEPT IN CONFIDENCE BY THE USPTO.

This program does not diminish the value of the
conventional, witnessed, permanently bound, and
page-numbered laboratory notebook' or notarized
records as evidence of conception of an invention.

CONTENT OF DISCLOSURE

The benefits afforded by the Disclosure Document
will depend directly upon the adequacy of the disclo
sure. It is strongly recommended that the document
contain a clear and complete explanation of the man
ner and process of making and using the invention in
sufficient detail to enable a person having ordinary
knowledge in the field of the invention to make and
use the invention. When the nature of the invention
permits, a drawing or sketch should be included. The
use or utility of the.Invention should be described,
especially in chemical inventions. Where the inven
tion is directed to a design, the appearance presented
by the object should be described.

PREPARATION OF THE DOCUMENT

A standard format for the Disclosure Document is
required to facilitatethe USPfO's electronic data cap
ture and storage. The Disclosure Document (including
drawings or sketches) must be on white letter-size

(8 '/2 by l l-inch) orA4 (21.0 by 29.7 em) paper, writ

tell on one side only, with each page numbered. Text
and drawings must be sufficiently dark to permit
reproduction with commonly used office copying
machines. Oversized papers, even if foldable to the
above dimensions, will not be accepted. Attachments
such as videotapes and working models will not be
accepted and will be returned.

OTHER ENCLOSURES

The Disclosure Document must be accompanied
by a separate cover letter signed by the inventor stat
ing that he or she is the inventor and requesting that
the material be received under the Disclosure Docu-

ment Program. The inventor's request may take the
following form:

The .. undersigned, being the inventor of the disclosed
invention, requests that the enclosed •. papers be accepted
under the Disclosure Document Program, andthat theybe

. preserved fora period of twoyears.

A Disclosure Document Deposit Request form (PTOI
SB/95) can also be used as a cover letter. This form is
available at the USPfO's Internet site or by calling the
USPfO General Information Services Division (see
MPEP § 1730).

A notice with an identifying number and date of
receipt in the USPfO will be mailed to the customer,
indicating that the Disclosure Document may be
relied upon only as evidence of conception and that a
patent application should be diligently filed if patent
protection is desired. The USPfO prefers that appli
cants send two copies of the cover letter or Disclosure
Document Deposit Request form and one copy of the
Disclosure Document, along with a self-addressed
stamped envelope. The second copy of the cover letter
or form will be returned with the notice. It is .not nec
essary to submit more than one copy of the document
in order for it to be accepted under the Disclosure
Document Program.

DISPOSITION

The Disclosure Document will be preserved by the
USPTO for two years after its receipt. It will then be
destroyed unless it is referred to in a separate letter in
a related patent application filed within the two-year
period. The separate letter filed in the related patent
application must identify not only the patent applica
tion, but also the Disclosure Document by its title,
number, and date of receipt in the USPfO. Acknowl
edgment of such letters will be made in the next offi
cial communication or in a separate letter from the
USPfO.

ACKNOWLEDGMENT

When a paper referring to a Disclosure Document
is filed in a patent application within 2 years after the
filing of a Disclosure Document, the examining Tech
nology Center (TC) technical support staff member
will prepare either (l) a memorandum indicating that
a reference to Disclosure Document No. -- has been
made in Patent Application No. "-, or (2) a copy of the
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paper filed in the application referring to the Disclo
sure Document. The memorandum or copy is for
warded to the Customer Contact Team of the Office of
Initial Patent Examination (OIPE).

Upon receipt, the Customer Service Branch of the
OIPE prepares a retention label (PfO-150) and
attaches it to the Disclosure Document, and indicates
such on the forwarded memo or copy, and returns the
memo or copy to the TC. The returned memo or copy
is stapled to the inside left flap of the file wrapper so
that the examiner's attention is directed to it when the
next Office action is prepared. If prosecution before
the examiner has been concluded, a separate letter
indicating that the Disclosure Document will be
retained should be sent to the applicant by the exam
ining TC technical support staff member.

After the acknowledging letter is mailed, the paper
number of the acknowledgment is noted in the appli
cation file. The returned memo or copy is stapled to
and retained with the original paper referring to the
Disclosure Document in the file wrapper.

FEE

A fee of $10, as set forth in 37 CPR 1.21(c), in the
form of a check or money order made payable to
"Assistant Commissioner for Patents" must accom
pany the Disclosure Document when it is submitted to
the USPfO. Documents not accompanied by the full
fee will be returned. Mail the Disclosure Document
along with the fee to:

BoxDD
Assistant Commissioner for Patents
Washington, DC 20231

Applicants can request a copy of their Disclosure
Document as filed in the USPfO if they are the origi
nal submitters of the document. The request must be
made in writing and accompanied by a fee for $25.

Fees are subject to change annually. To confirm
current fees, contact the General Information Services
Division or visit the USPfO's Internet site (see MPEP
§ 1730).

NOTICE TO INVENTORS

The two-year retention period is not a "grace
period" during which the inventor can wait to file his
or her patent application without possible.loss of ben-

efits. It must be recognized that, in order to establish
priority of invention, an affidavit or testimony refer
ring to a Disclosure Document must usually also
establish diligence in completing the invention or in
filing the patent application after the filing of the Dis
closure Document.

Inventors are also reminded that any public use
or sale in the United States or publication of the
invention anywhere in the world more than oue
year prior to the filing of a patent application on
that inventiou will prohibit the granting of a U.S.
patent on it. See 35 U.S.C.I02(b). Foreign patent
laws in this regard may be much more restrictive
than U.S. laws.

The USPfO advises inventors who are not familiar
with the requirements of U.S. patent law and proce
dures to consult an attorney or agent registered to
practice before the USPfO. A list of Attorneys and
Agents Registered to Practice Before the U.S. Patent
and Trademark Office can be found at the USPfO's
Internet site. See MPEP § 1730 for additional sources
of this list.

As a service to USPfO's customers, the three Part
nership Patent and Trademark Depository Libraries
(PfDLs) listed below have been authorized to act as
USPfO's "agent" in accepting documents under the
Disclosure Document Program. This service provides
customers with a completed transaction on-site, elimi
nating the wait for USPfO notification of acceptance.
The documents are stamped with an identifying num
ber and date at the time of receipt by the PfDL. Orig
inal documents are sent to the USPfO for processing
and retention.

Sunnyvale Center for Innovation, Invention and. Ideas

(Sc[i]3)

465 South Mathilda Avenue

Sunnyvale, CA 94086

408-730-7290

Fax: 408-735-8762

Great Lakes Patent and Trademark Center at the
Detroit Public Library (GLPfC)
5201 Woodward Avenue (second level)

Detroit, MI 48202

313-833-3379 or 800-547-0619

Fax: 313-833"6481
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South Central Intellectual Property Partnership at
Rice University (SCIPPR)
Fondren Library - MS220
6100 South Main Street
Houston, TX 77521-1892
713-285-5196
Fax: 713"737-6341

To locate a Patent and Trademark Depository
Library (PTDL) near you, consult the complete listing
of PTDLs found in every issue of the OfficialGazette,
call the USPTO General Information Services Divi
sion, or access the USPTO's Internet site (see MPEP
§ 1730). The nationwide network of PTDLs has col
lections of patents and patent-related reference mate
rials available to the public, including automated
access to USPTO data bases. Contact the PTDL prior
to your visit to learn about its collections, services,
and hours.

1711 U.S.-Philippines Search Exchange

The United States-Philippines search exchange pro
gram involves patent applications filed in the United
States which are subsequently followed by corre
sponding applications filed in the Republic of the
Philippines and patent applications filed in the Philip
pines subsequently followed by corresponding appli
cations filed in the United States.

The program operates as follows:
The applicant files his or her application in the

United States Patent and Trademark Office (USPTO)
which will process the application in the normal man
ner and examine the application in the usual time
sequence.

If the applicant should later file a corresponding
application in the Philippines Patent Office, he or she
may elect to use the special filing procedure. Under
this special filing procedure, applicant files his or her
application in the Philippines accompanied by a
notice of election to participate in the special proce
dure, which notice of election contains a certification
that the description (excluding references to related
applications), claims, and drawings are identical to
those of the corresponding application originally filed
in the United States. The earlier filed application must
be fully identified, and, in applications without a
claim of priority, a certified copy of the earlier filed
U.S. application must be submitted to the Philippines

Patent Office. In addition, applicant must also agree
that all amendments to his or her U.S. application will
also be made with respect to his or her application
filed in the Philippines.

In the USPTO, applicant will regularly file two cop
ies of each amendment. One copy must be marked
"Copy for Philippines Patent Office." Upon termina
tion of prosecution, the USPTO shall remove all cop
ies so marked from the U.S. file and promptly forward
the same to the Philippines Patent Office.

Election forms for participation in this special pro
gram must be signed in duplicate and simultaneously
accompany the application to be filed in the Philip
pines.

Upon receipt of properly filed notice of election,
the Philippines Patent Office will notify the USPTO
of the election by forwarding one copy of the election
forms to the USPTO. The Philippines Patent Office
will defer action on the Philippines application pend
ing receipt of information as to the disposition of the
application by the USPTO. If no such information is
received by the Philippines Office within a reasonable
amount of time from the date of filing in the Philip
pines, the Philippines Office may, either on its own
initiative, or at applicant's request, inquire as to the
status of the U.S. application and, if desired, proceed
with its own independent examination.

Upon disposal of the application by the USPTO,
appropriate information will be sent to the Philippines
Patent Office which will include all necessary identi
fying data, whether allowed or abandoned, notice of
allowance, copies of documents cited during exami
nation, a copy of the last office action and, when nec
essary, any earlier actions which may be included by
reference in the last action. The Philippines Office
will then make its own complete office action based
upon the claims as amended with USPTO, performing
whatever checks desired and searching for copending
interfering applications. Alternatively, the Philippines
may request applicant to show cause why the results
of the U.S. examination should not be accepted in the
Philippines. All avenues of appeal will remain open to
the applicant.

Where copending applications are cited and applied
during examination in the USPTO full examination
will not be forwarded to the Philippines Patent Office,
and the factthat a U.S. copending application was

August 2001 1700-10



MISCELLANEOUS 1721

cited would be noted as a matter of information, since
such references are inapplicable in the Philippines.

Where the application originates in the Philippines
Patent Office and is subsequently filed in the USPfO,
a similar procedure as outlined above, consonant with
U.S. law, will be followed.

It is believed that this program will facilitate the
handling of U.S. origin applications filed in the
Republic of the Philippines resulting in a savings in
time and expense of prosecution to U.S. applicants.

1720 Dissemination ofCourt and
Board of Patent Appeals and
Interferences Decisions

COURT DECISIONS

The Office of the Solicitor forwards to the Office of
the Assistant Commissioner for Patents copies of all
recent court decisions in patent cases where a prece
dential opinion is issued. The Office of the Assistant
Commissioner for Patents will routinely provide cop
ies of these opinions to TC Directors, the Patent
Academy, and the Director of the Office of Patent
Quality Review.

TC Directors, in tum, are to make copies available
to supervisors and other individuals as the TC Direc
tor determines to be appropriate. TC Directors are
encouraged to discuss the contents of the opinions in
their staff meetings, particularly where such meetings
are being held to reinforce examination quality.

BOARD OF PATENT APPEALS AND INTER~

FERENCES DECISIONS

A decision rendered by the Board of PatentAppeals
and Interferences (Board) is returned to the examiner
through the TC Director and the examiner's supervi
sor. The examiner takes action consistent with the
decision rendered by the Board unless rehearing of
the Board decision will be requested (MPEP
§ 1214.04). The TC Director may circulate anddis
cuss the decision among some or all of the supervisors
in the TC, and the supervisors, in tum, may circulate
the decision among the examiners in their art units,
depending on the subject matter or issues in the deci
sions.

1721 Treatment of Court and Board of
Patent Appeals and Interferences
Decisions Affecting Patent and
.Trademark Office Policy and
Practice

In the event the Board of Patent Appeals and Inter
ferences (Board) or court decision is one that signifi
cantly adds to the body of law by, for example,
addressing a new legal or procedural issue, or provid
ing a new interpretation of a prior decision, such a
decision may result in an internal United States Patent
and Trademark Office (USPfO) memorandum point
ing out the significance of the decision to the exami
nation process.

When any examiner or supervisor in the Patent
Examining Corps concludes that a recent decision of
the Board or a court affects existing USPfO policy or
practice, he or she should bring the matter to the atten
tion of hislher TC Director through. normal chain-of
command procedures.

When the TC Director believes that guidance to the .
Corps is warranted as .a result of a decision, the TC
Director should consult with the Deputy Commis
sioner for Patent Examination Policy and provide a
draft of the guidance that is recommended as appro
priate under the circumstances. The Deputy Assistant
Commissioner for Patent Examination Policy will
then consult appropriate Office officials, as necessary,
to formulate a recommendation to the Assistant.Com
missioner for Patents onthe policy implications ofthe
opinion.

It may be necessary for the Commissioner, General
Counsel, Solicitor, Chief Administrative Patent Judge,
NC for Patents, Deputy NC for Patent Examination
Policy, Deputy NC for Patents and TC Director mak
ing the recommendation to meet to review and discuss
the policy ramifications of the case enabling the Com
missioner to decide how the USETO will proceed.

Communication of the decision on the policy impli
cations of the court or Board decision willnormally
take place by either notice in the Official Gazette and!
or via memorandnm to USPfO personnel. Ultimately,
the policy implications of the decision will be offi
cially incorporated into the Manual of Patent Examin
ing Procedure and Patent Academy curriculum
materials during the next update cycle for these refer
ence materials.
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1730 Information Sources

IN GENERAL

General information about patents, trademarks,
prodncts and services offered by the United States
Patent and Trademark Office (USPTO), and other
related information is available by contacting the
USPTO's General Information Services Division at:

800-PTO-9199 or 703-308-HELP
(FAX) 703-305-7786
(TOO) 703-305-7785

An automated message system is available 7 days a
week, 24 hours a day providing informational
responses to frequently asked questions and the abil
ity to order certain documents. Customer service rep
resentatives are available to answer questions.' send
materials or connect customers with other offices of
the USPTO from 8:30 a.m, " 8:00 p.m. ESTIEDT,
Monday-Friday excluding federal holidays.

For other technical patent information needs, the
Patent Assistance Center can be reached through cus
tomer service representatives at the above numbers,
Monday through Friday (except federal holidays)
from 8:30 a.m, to 5:00 p.m. ESTIEDT.

For questions or concerns relating to other technical
trademark matters, the Trademark Assistance Center
can be reached at 703-308-9000 or by facsimile at
703-308-7016.

General information brochures can also be obtained
in person from the Patent Search Room located in
Crystal Plaza 3, Room lA03, 2021 South Clark Place,
Arlington, VA 22202.

USPTO INTERNET SITE

General Information

The USPTO web site (http://www.nsptO.gov or
ftp.uspto.gov)providesa wealth of information to all
users. The USPTO web site offers links to news and
notices (such as announcements, press releases, Offi
cial Gazette Notices and Federal Register Notices),
USPTOcontacts and addresses, activities and educa
tion related pages (such as the PTDL and Independent
Inventor programs and the Kids Pages), patent spe
cific information (such as issued patents and pub
lished patent applications, general information
pertaining to applying for a patent, electronic filing of

patent applications, and reference materials such as
the MPEP and examination guidelines), and trade
mark specific information (snch as the Trademark
Manual of Examining Procedure. and the U.S. Trade
mark Electronic Search System (TESS». In addition,
the web site allows downloading of a variety of
USPTO forms (including PCT forms), ordering copies
of patents and trademarks, accessing a list of all cur
rent fees, paying patent maintenance fees, replenish
ing deposit accounts, accessing various legal
materials, linking to related web sites, etc.

Patent Related Databases

The USPTO web site offers two patent database
collections which provide the public with flexible and
powerful search capabilities. The Patent Grants Data
base provides access to the full-text of all U.S. patents
issned since 1976, and to the full-page images of all
U.S. patents issued since 1790. The Patent Applica
tions Database provides both full-text and full-page
inlages of all U.S. patent applications published since
March 15, 2001.

Patent Electronic Business Center

The Patent Electronic Business Center (BBC)
allows USPTO customers to retrieve data, check the
status of pending actions, and submit information and
applications. The tools currently available in the
Patent EBC are Patent Application Information
Retrieval (PAIR) and the Electronic Filing System
(BFS).

PAIR (http://pair.uspto.gov) provides customers
direct secure access to their own patent application
status information, as well as to general patent infor
mation publicly available.

EFSallows customers to electronically file patent
application documents securely via the Internet. EFS
is a system for submitting new utility patent applica
tionsand pre-grant publication submissions in elec
tronic publication-ready form.:EFS inclndes software
to help customers prepare submissions in eXtensible
Markup Language (XML) format and to assemble the
various parts of the application as an electronic snb
mission package. EFS also allows the submission of
Computer Readable Format (CRF) sequence listings
for pending biotechnology patent applications which
were filed in paper form.
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PCT

For questions and information conceming the
Patent Cooperation Treaty (PCT), the PCT Help Desk
is available to provide assistance and may be reached
by telephone at (703) 305-3257 between the hours of
9:00 am and 4:30 pm (ESTIEDT), Monday through
Friday, or by facsimile at (703) 305-2919, 24 hours a
day. In addition, helpful information is available
through the internet at the PCT Legal Office page of
the USPTO web site and at the World Intellectual
Property Office web site (http://www.wipo.org/).

USPTO SEARCH AND INFORMATION RE
SOURCE FACILITIES

The following USPTO search and information
resource facilities are accessible to the public:

(A) Patent Search Room (Crystal Plaza 3, IA03)
at (703) 308-HELP

(Hours: Weekdays, 8:00 a.m. to 8:00 p.m., EST/
EDT);

(B) Patent Image Retrieval (Crystal Mall I,
IA02) at (703) 308-6001

(Hours: Weekdays, 8:00 a.m. to 8:00 p.m., EST/
EDT);

(C) Patent Assignment Search Room (Crystal
Plaza 3, 2C03) at (703) 308-2768

(Hours: Weekdays, 8:30 a.m. to 5:00 p.m., EST/
EDT); and

(D) Scientific and Technical Information Center
(Crystal Plaza 3/4, 2C08) at (703) 308-0810

(Hours: Weekdays, 8:30 a.m. to 5:00 p.m., EST/
EDT).

REGISTERED PRACTIONERS

The USPTO cannot recommend any particular
attorney or agent, or aid in the selection of an attorney
or agent. A list of Attorneys and Agents Registered to
Practice Before the U.S. Patent and Trademark Office
may be purchased in paper form from the Superinten
dent of Documents, U.S. Government Printing Office,
Washington, DC 20402 (202-512-1800), or on floppy
diskette or CD-ROM from the USPTO's Office of
Electronic Information Products and Services (703
306-2600). It is also available on the USPTO web site.

To obtain a list of registered patent attorneys and
agents for a particular area, customers may either
write to the Commissioner of Patents and Trademarks,

Box OED, Washington, DC, 20231, contact a cus
tomer service representative through the USPTO's
General Information Services Division (see "In Gen
eral" above), or acquire the information from the
USPTO web site. The attorneys and agents list may be
examined without charge at Patent and Trademark
Depository Libraries (PTDLs) and at many other
libraries throughout the U.S. Many large cities also
have associations of patent attorneys and agents
which may be consulted.

MISCELLANEOUS

Recently Filed Applications

For information and questions conceming recently
filed patent applications and filing receipts, contact
the Customer Service Center of the Office of Initial
Patent Examination at (703) 308-1202 (hours: week
days, 8:30 a.m. to 5:00 p.m., ESTIEDT; the Customer
Service Center hours for receipt of mail are weekdays,
8:30 a.m. to 12 midnight, ESTIEDT).

Status Information

For information on the status of a patent applica
tion, contact the File Information Unit at (703) 308
2733.

Copies ofDocuments

Inquiries regarding certified copies of documents,
including patent applications-as-filed, patent related
file wrappers, patent copies, and reproduced copies of
individual replacement pages or previous revisions of
the MPEP, should be directed to the Certification
Division at (703) 308-9726 or 1-800-972-6382.
Orders for certified copies may be placed by facsimile
when paying by VISA®, MasterCard®, American
Express®, Discover®, or USPTO Deposit Account at
(703) 308-7048. Orders for uncertified copies of pat
ents may be placed by phone at (703) 305-8716 or by
fax at (703) 305-8759. To order file histories for self
service copying, contact the File Information Unit at
(703) 308-2733.

Maintenance Fees

Information regarding maintenance fees may be
obtained by contacting the Status and Entity Division
at (703) 308-5068, or by accessing the maintenance
fee automated voice response system, 24 hours a day,
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seven days a week, at(703) 308-5036 or (703) 308
5037. Status requests can also be faxed to the Status
and Entity Division at (703) 308-5077.

Assignments

For questions pertaining to filing assignments or
other documents affecting title, contact the Assign
ment Division at (703) 308-9723. Documents may be
submitted to the Assignment Division by facsimile at
(703) 306-5995. See MPEP § 302.09 for additional
information.

Petitions

For matters decided by the Office of Petitions, the
appropriate USPfO personnel may be reached at
(703) 305-9282 or by facsimile at (703) 308-6916.
Papers hand-carried to the Office of Petitions should
be delivered to Crystal Plaza 4, Room 3C23, 2201
South Clark Place, Arlington, Virginia, 22202.

PatentIn

For information regarding orders for the Patentln
software program, call the Office of Electronic Infor
mation Products and Services at (703) 306-2600. For
assistance using PatentIn, call (703) 306-4119.

•••••••••••••••••••••••••••••
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1890
1891

The Patent Cooperation Treaty (PCT) enables the
U.S. applicant to file one application, "an interna
tional application," 'in.· a standardized. format in
English in the U.S. Receiving Office (the U.S. Patent
and Trademark Office), and have that application
acknowledged as a regular national. filing inas many
member countries to the PCT as the applicant "desig

nates" or "elects,"that is, names, as countries in

1801 Basic Patent Cooperation
Treaty (PCT) Principles

MAJOR CONCEPTS OF THE PCT

INTRODUCTION

This chapter is designed to be a guide for patent
examiners in searching and examining applications
filed under the Patent Cooperation Treaty (PCT).
Applicants desiring additional information for filing
international applications should obtain. a copy of the
PCT Applicant's Guide from the World Intellectual
Property Organization (WIPO) in Geneva, Switzer
land.

The Articles and Regulations under the PCT are
reproduced in Appendix T of this Manual and the
Administrative Instructions are reproduced in Appen
dix AI of this Manual. The text of the PCTApplicant's
Guide, the monthly PCT Newsletter, the weekly PCT
Gazette, downloadable PCT forms, and additional
information about the processing of international
applications are available. from WIPO's website
(www.wipo.int/pct).

PCT applications are processed by the International
Application Processing Division within the U.S.
Patent and Trademark Office.

1893.03(g) Information Disclosure Statement in a
National Stage Application

1895 A Continuation or Continnation-In-Part
Application of a PCT Application Designating
the United States

1895.01 Handling of and Considerations In the
.Handling of National Applications Under

35 US.c. 371 and 35 U.S.c. 111(a)
Continnations and Continuations-In-Part
of a PCT Application

1896 The Differences Between a National
Application Filed Under 35 US.C. 111(a)
and a National Stage Application Filed
Under 35 U.S.C. 371

1893.01{c)
1893.01(d)
1893.01(e)
1893.02
1893.03

1878 Preparation of the Written Opinion
1878.01(a) Prior Art Under Chapter II
1878.01(a)(I) Novelty Under Chapter II
1878.01(a)(2) Inventive Step Under Chapter II
1878.01(a)(3) Indnstrial Applicability Under

Chapter II
1878.02 Reply to the Written Opinion
1879 Preparation of the International Preliminary

Examination Report
1879.01 Time Limit for Preparing Report
1879.02 Transmittal of the International Preliminary

Examination Report
1879.03 Translations
1879.04 Confidential Nature of the Report
1880 Withdrawal of Demand or Election .
1881 Receipt of Notice of Election by the Patent

and Trademark Office
Receipt of Notice of Designation
Receipt of Notice of Election and Preliminary
Examination Report

1893 National Stage (U.S. National Application
Filed Under 35 U.S.C. 371)

1893.01 Commencement and Entry
1893.01(a) Entry via the U.S. Designated Office
1893.01(a)(1) Submissions Reqnired by 20 Months From

the.Priority Date
1893.01(a)(2) Article 19 Amendment (Filed With the

International Bureau)
1893.01(b) Entry via the U.S. Elected Office
1893.01(b)(I) Submissions Required by 30 Months From

the Priority Date
1893.01(b)(2) Article 19 and Article 34 Amendments

(Filed With the International Preliminary
Examining Authority)

Fees
Translation
OathlDeclaration
Abandonment
Prosecution of US. National Stage

. Applications Before the Examiner
1893.03(a) How To Identify That an Application

Is a U.S. National Stage Application
1893.03(b) The Filing Date of a U.S. National Stage

Application
1893.03(c) The Priority Date, Priority Claim, and

Priority Papers for a U.S. National Stage
Application

1893.03(d) Unity of Invention
1893.03(e) Papers Received From the International

Bureau and Placed in a U.S. National
Stage Application File

1893.03(f) Drawings and PCT Rille 11
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which patent protection is desired. In the same man
ner, the PCT enables foreign applicants to file a PCT
international application, designating the United
States of America, in their home language in their
home patent office and have the application acknowl
edged asa regular U.S. national filing. The PCT also
provides for a search and publication after 18 months
from the priority date. Upon payment of national fees
aud the furnishing of any required translation, usually
20 months after the filing of any priority application
for the invention, or the international filing date if no
priority is claimed, the application will be subjected to
national procedures for granting of patents in each of
the designated countries. If a demand for an interna
tional preliminary examination is filed within 19
months from the priority date, the period for entering
the national stage is extended to 30 months from the
priority date.

The PCT offers an alternative route to filing patent
applications directly in the patent offices of those
countries which are members of the PCT. It does not
preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention
and the WTO administered Agreement .on Trade
Related Aspects of Intellectual Property (TRIPS
Agreement). The PCT provides an additional and
optional foreign filing route to patent applicants.

The filing, search and publication procedures are
provided for in Chapter I of the PCT. Additional pro
cedures for a preliminary examination of PCT interna
tional applications are provided for in optional PCT
Chapter II.

In most instances anational U.S. application (NA)
is filed first. An international application for the same
subject matter will then be filed subsequently within
the priority year .provided by the Paris Convention
and the priority benefit .of the U.S. national applica
tion filing date will be claimed.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in
the prescribed receiving Office (RO)(PCTArticle 10).
The United States Patent and Trademark Office will
act as a receiving Office for United States residents
and nationals (35 U.S.C.361(a)). Under PCT Rule
19.I (a)(iii), the International Bureau of the World
Intellectual Property Organization will also act as a
Receiving Office for U.S. residents and nationals. The

receiving Office functions as the filing and formalities
review organization for international applications.
International applications must contain upon filing the
designation of at least one country in which patent
protection is desired and must meet certain standards
for completeness and formality (PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the ear
lier filed national application is used as the date for
determining the timing of international processing,
including the various transmittals, the payment of cer
tain international and national fees, and publication of
the application, Where no priority claim is made, the
international filing date will be considered to be the
"priority date" for timing purposes (PCT Article
2(xi)).

The international application is subject to the pay
ment of certain fees upon filing, orwithin I month
thereafter, and at the expiration of 12 months from the
priority date or within 1 monththereafter, The receiv
ing Office will grant an international filing date to the
application, collect fees, handle informalities by direct
communication with the applicant, and monitor all
corrections (35 U.S.C. 361(d)). By 13 months from
the priority date, the receiving Office should prepare
and transmit a copy of the international application,
called the search copy (SC), to the International
Searching Authority (ISA); and forward the original,
called the record c()py (RC), to .the International
Bureau (IE) (pCTRules 22.1 and 23). A second copy
of the international application, the home copy (HC),
remains in the receiving Office (PCT Article 12(1)).
Once the receiving Office has transmitted copies of
the application, the International Searching Authority
becomes the focus of international processing.

INTERNATIONAL SEARCHING AUTHORITY
(ISA)

The basic function of the International Searching
Authority (lSA) is to conduct a prior art search of
inventions claimed in international applications; it
does this by searching in at least the minimum docu
mentation defined by the Treaty (PCT Articles 15 and
16 and PCT Rule 34). At the option of the applicant,
either the U.S. Patent and Trademark Office or
the European Patent Office will act as an
International Searching Authority for international
applications filed in the United States Receiving
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Office. The International Searching Authority is also
responsible for checking the content of the title and
abstract (PCT Rules 37.2 and 38.2). An international
search report (SR) will normally be issued by the
Internatioual Searching Authority within 3 months
from the receipt of the search copy (usually about 16
months after the priority date) (PCT Rule 42). Copies
of the International Search Report and prior art cited
will be sent to the applicant by the ISA/US(PCT
Rules 43 and 44.1). The search report will contain a
listing of documents found to be relevant and will
ideutify the claims iu the application to which they are
pertinent. However, no judgments or statements as to
patentability will be made (PCT Rule 43.9). Once the
international search report has been completed and
trausmitted, international processing continues before
the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB)
are to maintain the master file of all internatioual
applications and to act as the publisher and central
coordinating body under the Treaty. The World Intel
lectual Property Organization (WIPO) in Geneva,
Switzerland performs the duties of the International
Bureau.

If the applicant has not filed a certified copy of the
priority document in the receiving Office with the
international application, or requested upon filing that
the receiving Office prepare and transmit to the Inter
national Bureau a copy of the prior U.S. national
application, the priority of which is claimed, the
applicant must submit such a document directly to the
International Bureau or the receiving Office not later
than 16 months after the priority date (PCT Rule 17).
The Request form contains a box which can be
checked requesting that the receiving Office prepare
the certified copy. This is only possible, of course, if
the receiving Office is a part of the same national
Office where the priority application was filed.

The applicant has normally 2 months from the date
of transmittal of the International Search Report to
amend the claims by filing an amendment directly
with the International Bureau (PCT Article 19 and
PCT Rille 46). The International Bureau will then nor
mally publish the international application along with
the search report and any amended claims (Amdt) at
the expiration of 18 months from the priority date

(PCT Article 21). The international publication is in
pamphlet form with a front page containing biblio
graphical data, the abstract, and a figure of the draw
ing (PCT Rule 48). The pamphlet also contains the
search report and any amendments to the claims sub
mitted by the applicant. If the application is published
in a language other than English, the search report and
abstract are also published in English. The Interna
tional Bureau publishes a peT Gazette in the French
and English languages which contains information
similar to that on the front pages of published interna
tional applications, as well as various indexes and
announcements (PCT Rule 86). The International
Bureau also transmits copies of the international
application to all the designated Offices (PCT Article
20 and PCT Rule 47).

DESIGNATED OFFICE (DO) and ELECTED
OFFICE (EO)

The designated Office is the national Office (for
example, the USPTO) acting for the state or region
designated under Chapter I. Similarly, the elected
Office is the national Office acting for the state or
region elected under Chapter II.

If no "Demand" for international preliminary
examination has been filed within 19 months of the
priority date, the applicant must complete the require
ments for entering the national stage within
20 months from the priority date of the international
application, unless the individual designated Office
grauts additional time. The applicant also has the right
to amend the application within 1 month from the ful
fillment of the requirements under PCT Article 22.
After this month has expired (peT Article 28 and
PCT Rule 52), each designated Office will make its
own determination as to the patentability of the appli
cation based upon its own specific national or
regional laws (PCT Article 27(5)).

If the applicant desires to obtain the benefit of
delaying the entry into the national stage until 30
months from the priority date, a Demand for interna
tional preliminary examination must be filed with an
appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those
states in which the Chapter II procedure is desired
must be "elected" in the Demand.

The original Demand is forwarded to the Interna
tional Bureau by the International Preliminary Exam-
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mmg Authority. The International Bureau then
notifies the various elected Offices that the applicant
has entered ChapterII and that the application should
not be considered withdrawn for failure to enter the
national stage within 20 months from the priority
date.

The examiner of the International Preliminary
Examining Authority may comment on lack of unity
of invention, note errors, and issue a written "opin
ion" as to whether each claim is "novel," involves
"inventive step," and is "industrially applicable." If a
written "opinion" is issued by the examiner, the appli
cant may reply to the opinion by arguments and
amendments within the time period set for reply. The
examiner will then issue the international preliminary
examination report which presents the examiner's
final position as to whether each claim is "novel,"
involves "inventive step," and is "industrially applica
ble" by 28 months from the priority date. A copy of
the international preliminary examination report is
sent to the applicant and to the Intemational Bureau.
The International Bureau then communicates a copy
of the international preliminary examination report to
each elected Office.

The applicant must complete the requirements for
entering the national stage by the expiration of 30
months from the priority date to .avoid any question of
withdrawal oftheapplication as to that elected Office.

1802 PCT Definitions

The PCT contains definitions in PCT Article 2 and
in PCT Rule 2, which are found in MPEP Appendix T.
Additional definitions are found in 35 U.S.C. 351,
MPEP Appendix L, 37 CPR 1.401, MPEP Appendix
R, Section 101 of thePCT Administrative Instructions
and MPEP Appendix AI.

1803 Reservations Under the PCT Taken
by the United States.of America

The United States of America had originally
declared .that it was not bound by Chapter II (PCT
Article 64 (1», but withdrew that reservation on July
1,1987.

It has also declared that, as far as the United States
of America is concerned, international publication is
not required (PCT Article 64 (3». Accordingly, under

PCT Article 64(3)(b); ifthe United States is the only
PCT Contracting State designated in an international
application, the international application will not be
published by the International Bureau (IE) at 18
months. Even though the United States Patent and
Trademark Office has begun pre-grant publication
under 35 U.S.C;:. 122(b), the United States has not
removed its reservation under PCT Article 64(3)
because not all United States patent applications are
published. See 35 U.S.c. 122(b)(2). The application
will, however, be published under 35 U.S.C. 122(b) if
it enters the national stage in the United States. It will
be published again if it is allowed to issue as.a. United
Statespatent.

The United States of America also made a reserva
tiouunder PCT Article 64(4) which relates to the
prior art effective date of a U.S. patent issuing from an
international application. See 35 U.S.c. 102(e) and
363.

The above reservations under PCT Article 64(3)
and (4) are still in effect.

The U.S. Receiving Office continues to accept
applications only in English. See 35 U.S.C. 361(c).

PCT Rule~ 20.4(c), 26.3ter(a) and 26.3ter(c) permit
an international filing date to be. accorded even
though portions of an international application are in a
language not acceptable to the Receiving Office. I'C;:T

Rules 20.4(c), 26.3 ter(a) and 26.3ter(c)are notcompat
ible with the national law applied by the United States
Patent and Trademark Office (USPTO) as Receiving
Office. Thus, the USPTO has taken areservation on
adherence to these Rules pursuant to PCT Rules

2().4(d), 26.3te' (b) and 26.3ter(d). As a result,PCT

Rules 20.4(c), 26.3ter(a) and 26.3 ter(c) shall not apply
to the USPTO as Receiving Office for as long as the
aforementioned incompatibility exists.

Also, PCT Rules 49.5(cbis) and 49.5(k) continue
not to be compatible with the national law applied by
the USPTO asa Designated Office. See 35 U.S.c.

371(c)(2). As a result, PCT Rules A9.5(cbis) and
49.5(k) shall no! apply to the USPTO as Designated
Officefor as long as theaforementionedincompatibil
ity exists. See the International Bureau's notice pub"
lished in peT Gazette No. 07/1992.
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1805 Where to File an International
Application

35 U.S.c. 361. Receiving Office.
(a)The Patent and Trademark Office shall. act as a Receiving

Office for international applications filed by nationals orresidents
of the United States. In 'accordance with any agreement made
between the United Statesand another country, the Patent and
Trademark Office may also act as a Receiving Office for interna
tionalapplications filed by residents or nationals of such country
whoareentitled to file international applications.

*****

See 37 CFR 1.421 - 1.425 as to who can file an
international application.

Only if at least one of the applicants is a resident or
national of the United States of America mayan inter
national application be filed in the United States
Receiving Office (PCT Article 9(1) and (3), PCT
Rules 19.1 and 19.2, 35 U.S.C. 361(a) and 37 CFR
1.412(a), 1.421). The concepts of residence and
nationality are defined in PCT Rule 18.1. For the pur
pose of filing an international application, the appli
cant may be either the inventor or the successor in
title of the inventor (assignee or owner). However, the
laws of the various designated States regarding the
requirements for applicants must also be considered
when filing an international application. For exam
ple, the patent law of the United States of America
requires that, for the purposes of designating the
United States of America, the applicant(s) must be the
inventor(s) (35 U.S.C. 373, PCT Article 27(3)).

The United States Receiving Office is located in
Crystal Plaza, Building 2, 8th floor, 2011 South Clark
Place, Arlington, Virginia. International applications
and related papers may be deposited directly with the
United States Receiving Office or be mailedto: Assis
tant Commissioner for Patents, Box PCT, Washing
ton, DC 20231. It should be noted that the "Express
Mail" provisions of 37 CFR 1.10 apply to the filing of
all applications and papers filed in the U.S. Patent and
Trademark Office, including PCT international appli
cations and related papers and fees. It should be fur
ther noted, however, that PCT international
applications and papers relating to international appli
cations are specifically excluded from the Certificate
of Mailing or Transmission procedures under 37 CPR
1.8. This means, for example, that a Demand for
international preliminary examination cannot be filed
using the Certificate of Mailing or Transmission prac-

tice under 37 CFR 1.8 ifthe date of mailing is the date
needed for official purposes. If 37 CPR 1.8 is improp
erly used, the date to be accorded the paper will be the
date ofactual receipt in the Office unless the receipt
date falls on a Saturday, Sunday, or Federal holiday in
which case the date of receipt will be the next suc
ceeding day which is not a Saturday, Sunday, or Fed
eral holiday (37 CPR 1.6).

Irrespective of the Certification practice under
37 CFR 1.8(a), facsimile transmission (without the
benefit of the certificate under 37 CPR 1.8(a)) may be
used to submit certain papers in international applica
tions. However, facsimile transmission may not be
used for the filing of an international application, the
filing of drawings under 37 CFR 1.437, or the filing
of a copy of the international application, and the
basic national fee to enter the U.S. national stage
under 35 U.S.C. 371. See 37 CFR 1.6(d)(3) and (4),
1.8(a)(2)(i)(D), and 1.8(a)(2)(i)(F). The Demand for
international preliminary examination may be filed by
facsimile transmission. See MPEP § 1834.01.

The United States Receiving Office staff is avail
able to offer guidance on PCT requirements and pro
cedures. See MPEP § 1730 for information on
contacting the staff and other available means for
obtaining information.

WARNING - although the United States patent law
at 35 U.S.C. 21(a) authorizes the Commissioner to
prescribe by rule that any paper or fee required to be
filed in the Patent and Trademark Office will be con
sidered filed in the Office on the date on which it was
deposited with the United States Postal Service, PCT
Rule 20.I(a) provides for marking the "date of actual
receipt on the request." Although the "Express Mail"
provisions under 37 CPR 1.10 have not been con
tested to date regarding PCT applications, applicants
should be aware of a possible different interpretation
by foreign authorities.

PCT Rule 19.4 provides for transmittal of an inter
national application to the International Bureau as
Receiving Office in certain instances. For example,
when the international application is filed with the
United States Receiving Office and the language in
which the international application is filed is not
accepted by the United States Receiving Office, or if
the applicant does not have the requisite residence or
nationality, the application may be forwarded to the
International Bureau for processing in its capacity as a
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Receiving Office. See 37 CFR 1.412(c)(6). The
Receiving Office of the InternationalBureau will con
sider the international application to be received as of
the date accorded. by the United States Receiving
Office. This practice will avoid the loss of a filing
date in those instances where the United States
Receiving Office is not competent to act, .but where
the international application indicates an applicant to
be a national or resident ofa PCT Contracting state or
is in a language accepted under PCT Rule 12.1(a)by
the International Bureau as a Receiving Office. Of
course, where questions .arise regarding residence or
nationality, i.e., the U.S. is not clearly competent, the
application will be forwarded to theTnternational
Bureau as Receiving Office. Note, whereno residence
of nationality is indicated, the U.S. is not competent,
and the application will be forwarded to the Interna
tional Bureau as Receiving Office so long as the nec
essary feeis paid. The feels an amount equal to the
transmittalfee.

If all of the applicants are indicated to be residents
or nationalsofnon-PCT ContractingStates,PCT Rule
19.4 does not apply, and the application is denied an
international filing date.

1807 Agent or Common Representative
and General Power of Attorney

37 CFR 1.455. Representation in international
applications.

(a) A:pp~cants:of int:ematiopal applications ma~berepr~

sented ~,y~ttomeys O! agents ,'r~gistered to .practice befor~ tile
Patent and Trademark Office or by an applicant appointed'as a
common representative (PCTArt. 49, Rnles 4, 8 and 90and§
10.10). If applicants have not appointed an-attorney or agent or
one of the applicants t9 representthem, and there is morethan one
applicant.fhe applicant-first named inthe request and whoJ,s enti
tled to file in the u.s, :Re<;eivin~ ()ffice ,snaIl be ,coIlsi<leredto be
the c?mmon representative ofall the applicants. An attorne~ or
agent having the right to practice' before a national office with
which an international application is filed and for which the
United States is an InternationalSearching Authority or II:terna
tional PrelimiI:tary. EXanri~g .Authcntymay be appointedt?,rep
rese~t the aPt>licants in the inteI1l'~tionalapplication before that
authority. An attorney or agent may appoint an associate attorney
or agent who shall also then be of record (PCT Rnle 90.1(d». The
appointment. of ail attorney or agent, or of a commonrepresenta
tive, revokes any earlier appointment unless otherwise Indicated
(PeT Rnle 90.6(b) and (e».

(b) ~ppointment of an agent, attorney or cOmmon represen
tative (peT Rule 4;8) must be effected either in the-Request form,
signed by all applicants, or in a separatepower of attorney submit-

ted eitherto the United.States Receiving, Office.OCitO the Interna
tional Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United' States Receiving Officeuntil the issuance
of the international search report.

(d) The addressee for correspondencewill be as indicated in
section 108 of the Administrative Instructions.

Where an appointment of an agent or common rep
resentative is effected by a separate power of attorney,
that power of attorney must be submitted to either the
receiving Office or the International Bureau. How
ever, apower of attorney appointing an agent or sub
agent to represent the applicant specifically.before the
International Searching Authority or the International
Preliminary Examining Authority must be submitted
directly to that Authority.

"GENERAL" POWER OF ATTORNEY

"General" powers of attorney are recognized for the
purpose of filing and prosecuting an international
application before the international authorities. The
original general power of attorney should be depos
ited with the International Application Processing
Division which is the central focus for PCT matters
throughout the Office. Any applications relying
thereon must include a copy thereof. A general power
of attorney form is provided in the annex to the PCT
Applicant's Guide.

Any generalpower of attorney must be filed with
the receiving Qffice if the appointment was for the
purposes oftheinternationalphasegenerally, or with
the International Searching Authority or International
Preliminary Ej(amining Authority if theappoi~tment

wassIJecifkallY to represent the applicant before that
Authority. The appointment will then be effectivein
relation. to any particular. application filed. by that
applicant provided that the general power of attorney
is referred to in the request,.theDemand~raseparate
notice, and that a copy of the.general power of atto~

ney is attached to that reque.st, Demand or separate
. ... . . . ".'. '.-." . ,", .;....... .

notice. That copy of the signed original need not,
itself; be separately signed. SeeAnnex Z of the.PflT
Applicant's Guide for a suitable model form for a
general power of attorney. The PCT Applicant's
Guide is available from the International Bureau in
Geneva, Switzerland. It can be viewed or ordered
online from WIPQ's website (http://www.wipo.int/
pct/en!).
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1808 Change in or Revocation of the
Appointment of an Agent or a
Common Representative

retRule 90.
Agents and Common Representatives

*****

90.6.Revocationtilid Renunciation

(a) Any. appointment of an agent or common representative
may be revokedby the personswho made the appointment or by
theirsuccessors- in title.tinwhich case any appointment of a sub
agent under Rule 90.I(d) by that agent shall alsobe considered as
revoked.. Any appointment of a subagentunder Rule 90~1(d)may
also be-revoked by theapplicant concerned.

(h) The appointment of an agent under Rule 90.1(a) shall,
unless otherwiseindicated, have the effect of revokingany earlier
appointment of an agentmadeunder.that Rule.

(c) The appointment of a common representative shall,
unless otherwise indicated, havethe effect of revokingany earlier
appointment of a common representative.

(d) An agent or a common representative may renouncehis
appointment bya notificationsigned-by him:

(e) Rule 90.4(h) and (c) shall apply, mutatis mutandis, to a
document containing a revocation or renunciation under this Rule.

37 CFR 1.455. Representation in international
applications.

(a) Applicants of international applications may be .repre
sented by attorneys or agents registered to practice before the
Patent and Trademark Office or by an applicant appointed as a
comtn0nrepresentative (PCTArt.49, Rules 4: 8. and 90and
§ 10.10). If applicants have not appointed an attorney or agent or
one'of the applicants to represent them,andthere is more 'thanone
applicant, the applicant first namedin the request and who is enti
tied tofile.in.the Ll.S. Receiving Officeshall be considered to be
the common representative of -all the applicants. An attorney. or
agent havingfhe right to practice before a national office with
which an international application "is filed and_for which the
United States is an International Searching Authority or Interna
tional Preliminary ExaminingAuthority may be appointed to rep
resent the applicants in the international application before that
authority. An attorney or agentmay appoint an associate attorney
oragent who shall also then be ofrecord(PCT Rule 90.l(d)).The
appointment of an attorney or agent, or.of a common representa
tive, revokes any earlierappointment unless' otherwise indicated
(PCT Rule 9M(b) and (c)).

(b) Appointment of an agent, attorney or common.represen
tative(PCTRule 4.8).mustbe effected eitherin the Requestform,
signedby all applicants, or in a separate powerof attorney submit
ted eitherto the United States ReceivingOffice or to the Irlterna
tionalBureau.

(c) Powers of attorney and revocationa thereof should be
submitted to the United StatesReceivingOffice until.the issuance
of the international search report.

(d) The addressee for correspondence will be as indicated in
section 108 of the Administrative Instructions.

The appointment of an agent or a common repre
sentative can be revoked. The document containing
the revocation must be signed by the persons who
made the appointment or by their successors in title.
The appointment of a sub-agent may also be revoked
by the applicant concerned. If the appointIilent of an
agent is revoked, any appointment of a sub-agent by
that agent is also considered revoked.

The appointment of an agent for the international
phase in general automatically has the effect, unless
otherwise indicated, of revoking any earlier appoint
mentof an agent. The.appointment of a common rep
resentative similarly has the effect,. unless otherwise
indicated, of revoking any earlier appointment of a
common representative.

The rules for signing and submission of a power of
attorney also apply to a revocation of an appointment.

Renunciation of an appointment may be made by
means ofa notification signed by the agent or com
mon representative. The rules for signing and submis
sion of a power of attorney apply also to a
renunciation. The applicant is informed of the renun
ciation by the International Bureau.

U.S. attorneys or agents Wishing to withdraw from
representation in international applications may
request to do so. To expedite the handling of requests
for permission to withdraw as attorney, the request
should be submitted in triplicate (original and two
copies) to Box peT and should indicate the present
mailing addresses of the attorney who iswithdrawing
and of the applicant. Because the United States Patent
and Trademark Office (USPTO) does not recognize
law firms, each attorney of record must sign the notice
of withdrawal, or the notice of withdrawal must con
tain a clear indication. of one attorney signing on
behalf of another.

The USPTO usually requires that there be at least
30 days between approvalof withdrawal and the expi
ration date of a time response period so that the appli
cant will have sufficient time to obtain other
representation or take other action. If less than 30
days remaills in a running response period, a request
to withdraw is normally disapproved.

For withdrawal of attorney or agent in the national
stage, see MPEP § 402.06.
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1810 Filing Date Requirements

PCT Article 11.

Filing Date and Effects ofthe International Application

(1) The receiving Office shall accord as the international fil
ing date the date of receipt of the international application, pro
vided that that Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of
residence or nationality, the right to file an international applica
tion with the receiving Office,

(ii) the international application is in the prescribed lan-
guage,

(iii)the international application contains at least the fol
lowing elements:

(a) an indication that it is intended as an international
application,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) a part which on the "face of it appears to be a
description,

(e) a part which on the face of it appears to be a claim
orclaims.

*****
35 U.S,c. 363. International application designating the
United States: Effect.

An international application designating the United States .shall
have the effect, from its international filing date under article 11
of the treaty, of a national application for patent regularly filed in
the Patent and Trademark Office except as otherwise provided in
section 102(e) of this title.

35 U.S.C. 373. Improper Applicant.

.An ,inte~ational application, designating the United States,
shall not be accepted by the Patent and Trademark Office for the
national stage if it was filed by anyone not qualified under chapter
11 of this title to be an applicant .for the purpose of filing a
nationalapplication in the United States. Such international appli
cations shall not serve as the basis for the benefit of an earlier fil
ing date under section 120?f this title in a subsequently filed
application, but may serve as the basis for a claim of the right of
priority under subsections (a) through (d) of section 119 of this
title; if the United States was not the sole country designated in
such international application.

37 CFR 1.431. International application requirements.
(a) An international application shall contain, as specified in

the Treaty and the Regulations, a Request, a description, one or
more claims, an abstract.vand. one or more drawings (where
required). (PCT Art. 3(2) and Section 207 of the Administrative
Instructions.)

(b) An international filing date will be accorded by the
United States Receiving Office, at the time of receipt of the inter
national application, provided that:

(1) At least one applicant is a United States resident or
national and the papers filed at the time.of receipt of the interna
tional application so indicate (35 V.S.C. 361 (a), PCT Art.
l1(I)(i».

(2) The international application' is in the English lan
guage (35 V.S.c. 361(c),PCT Art. l1(I)(ii».

(3), The international application, contains at least the-fol
lowing elements (PCT Art. l1(I)(iii»):

(i) An indication that it is intended'as an international
application (PCT Rule 4.2);

(ii) "The designation of at least one Contracting State
of the InternationalPatentCooperation Union (§ ,1.432);

(iii) .The .name of the applicant, 'as prescribed (note
§§1.421-1.424); .

(iv) A part which on the face of it appears to be' a
description; and

(v) A part which on the face of it appears to be a
claim;

(c) Payment .of the basic portion of the international fee
(PCT Rule 15.2) and the transmittal and searcb fees (§ 1.445) may
be made in full at the time the international application papers
required by paragraph (b) of this section are deposited or within
onemonth thereafter, The basic, transmittal, and search fee pay
able is the basic; transmittal, and search fee in effect on the receipt
date of the international application.

(1), If the basic, transmittal and search fees are not paid
within one month from the date of receipt of the international
application and prior to the sending' of a riotice of' deficiency;
applicant will be notified and given one month within which to
pay the deficient fees plus a late payment fee equal, to the greater
of:

(i) Fifty percent of the amount of the deficient fees up
to a maximum amount equal to the basic fee; Of

(ii) An amount equal to the transmittal fee (PCT Rule

16bi, ).

(2) The one-month time limit set pursuant.to this para
graph to pay deficient fees may not be extended.

(d) If 'the payment needed to cover the transmittal fee, the
basic fee, the search fee, one designation fee and thelate payment
fee pursuant to paragraph (c) of this' section is not timely made in

accordance with PCT Rule 16bis.l(e), the Receiving Office-will
declare the international application withdrawn under peT Article
14(3)(a).

THE "INTERNATIONAL FILING DATE"

An international filing date is accorded on the date
on which the international application was received
by the receiving Office or pursuant to the correction
of defects on a later date (PCT Articles 11(1) and
11(2)(b) and PCT Rules 20.1, 20.3, 20.4(a), 20.5, and
20.6); in the former case, the international filing date
will be the date on which the international application
was received by the receiving Office; in the latter
case, the .international filing date will be the date on
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which the correction was received by the receiving
Office. Any correction must be submitted by the
applicant within certain time limits. Where all the
sheets pertaining to the same international application
are not received on the same day by the receiving
Office, in most instances, the date of receipt of the
application will be amended to reflect the date on
which the last missing sheets were received. As an
amended date of receipt may cause the priority claim
to be forfeited, applicants should assure that all sheets
of the application are deposited with the receiving
Office on the same day. For particulars see PCT Rule
20.2.

An all too common occurrence is that applicants
will file an international application in the U.S.
Receiving Office and no applicant has a U.S. resi
dence or nationality. Applicants are cautioned to be
sure that at least one applicant is a resident or national
of the U.S. before filing in the U.S. Receiving Office.
Where no applicant indicated on the request papers is
a resident or national of the United States, the USPTO
is nota competent receiving Office for the interna
tional application under PCT Rule 19.I(a). Nonethe
less, the date the international application was filed in
the USPTO will not be lost as a filing date for the
international application if at least one applicant is a
resident or national of any PCT Contracting State.
Under PCT Rule 19.4, the USPTO will receive the
application on behalf of the International Bureau as
receiving Office (PCT Rule 19.4(a» and the USPTO
will promptly transmit the international application to
the International Bureau under PCT Rule 19.4(b).
(See also MPEP § 1805.)

1812 Elements of the International
Application

rcr Article 3.

The International Application

(1) Applications for the protection of inventions in any of

the Contracting States may be filed as international applications

under this Treaty.

(2) An international application shall contain, as specified in
this Treaty and the.Regulations, .a request, a description, one or

more claims, one or more drawings (where required), and" an
abstract.

(3) The abstract merely serves the purpose of technical
information' and cannot be taken into account for any other pur
pose, particularly not for the purpose of interpreting the scope of
the protection sought.

(4) 'The international application shall:

(i) be in a prescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity of
invention;

(iv) be subject to the payment of the prescribed fees.

Any international application must contain the fol
lowing elements: request, description, claim or
claims, abstract and one or more drawings (where
drawings are necessary for the understanding of the
invention (PCT Article 3(2) and PCT Article 7(2)).
The elements of the international application are to
be arranged in the following order: the request, the
description (other than any sequence listing part
thereof), the claims, the abstract, the drawings, and
the sequence listing part of the description (where
applicable) (Administrative Instrnctions Section
207(a». All the sheets contained in the international
application must be numbered in consecutive Arabic
numerals by using the following separate series of
numbers: a first series applying to the request; a sec
ond series to the description, claims and abstract; a
third series to the drawings (where applicable); and a
further series to the sequence listing part of the
description (where applicable) (PCT Rule 11.7 and
Administrative Instructions Section 207(b». Only one
copy of the international application need be filed in
the United States Receiving Office (37 CFR
1.433(a». The request is made on a standardized form
(Form PCTIRO/lOI), copies of which can be obtained
from the USPTO. Letters requestingforms should be
addressed to "Box PCT." The "Request" form can
now be presented as a computer printout prepared
using the PCT-EASY software. The details of a com
puter generated Request form are provided in Admin-

istrativeInstrnctions Section l02bis.

1817 peT Member States

The following is a list of PCT Member States:
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.

Ratification,
Date of Ratification, Date From Which State

State Accession or
Accession or Declaration May Be Designated

Declaration

(I)Central African Republic? A ". 15 September"1971 01 June 1978ccession

(2)SenegaI O Ratification 08 March 1972 01 June 1978

(3)Madagascar Ratification 27 March 1972 01 June 1978

(4)Malawi Accession 16 May 1972 01 June 1978

(5)Cameroono Accession 15 March 1973 01 June 1978

(6)ChadO Accession 12 February 1974 01 June 1978

(7)TogoO Ratification 28 January 1975 01 June 1978

(8)Gabono Accession 06 March 1975 01 June 1978

(9)United States of America Ratification 26 November 1975 01 June 1978

(10)GermanyOO Ratification 19 July 1976 01 June 1978

(ll)CongoO Accession 08 August 1977 01 June 1978

(12)Switzerlandoo Ratification 14 September 1977 01 June 1978

(13)United Kingdom'" Ratification 24 October 1977 01 June 1978

(14)FranceOo Ratification 25 November 1977 01 June 1978

(l5)Russian Federation Ratification 29 December 1977 01 June 1978

(16)Brazil Ratification 09 January 1978 01 June 1978

(17)LuxembourgOO Ratification 31 January 1978 01 June 1978
.

(18)Swedenoo Ratification 17February 1978 01 June 1978

(19)Japan Ratification 01 July 1978 01 October 1978

(20)DenmarkOo Ratification 01 September 1978 01 December 1978

(21)AustriaOo Ratification 23 January 1979 23 Apri11979

(22)Monacooo Ratification 22 March 1979 22 June 1979

(23)Netherlandsoo
. Ratification 10Apri11979 10 July 1979

(24)Romania Ratification 23 April 1979 23 July 1979

(25)Norway Ratification 01 October 1979 01 January 1980

(26)Liechtensteinoo Accession 19 December 1979 19 March1980
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Ratification,
Date of Ratification, Date From Which StateState Accession or

Declaration Accession or Declaration May Be Designated
.

(27)Australia Accession 31 December 1979 31 March 1980

(28)Hungary Ratification 27 March 1980 27 June 1980

(29)Democratic People's Republic Accession 08 Apri11980 08 July 1980
of Korea (North Korea)

(30)Finland00 Ratification 01 July 1980 01 October 1980

(31)BelgiumO O Ratification 14 September 1981 14 December 1981

(32)Sri Lanka Accession 26 November 1981 26 February 1982

(33)MauritaniaO Accession 13 January 1983 13 April 1983

(34)Sudan Accession 16 January 1984 16 April 1984

. (35)Bulgaria Accession 21 February 1984 21 May 1984

(36)Republic of Korea (South Accession 10May 1984 10 August 1984
Korea)

(37)Malio Accession 19 July 1984 19 October 1984

(38)Barbados Accession 12 December 1984 12 March 1985

(39)ItalyO O Ratification 28 December 1984 28 March 1985

(40)Benino Accession 26 November 1986 26 February 1987

(41)BurkinaFasoo Accession 21 December 1988 21 March 1989

(42)Spainoo Accession 16 August 1989 16 November 1989

(43)Canada Ratification 02 October 1989 02 January 1990

(44)Greeceoo Accession 09 July 1990 09 October 1990

(45)Poland Accession 25 September 1990 25 December 1990

(46)C6te d'Ivoire? Ratification 31 January 1991 30 April 1991

(47)Guinea0 Accession 27 February 1991 27 May 1991

(48)Mongolia Accession 27 February 1991 27 May 1991

(49)Czech Republic Declaration 18 December 1992 01 January 1993

(50)Irelandoo Ratification 01 May 1992 01 August 1992

(51)PortugalO O Accession 24 August 1992 24 November 1992

(52)New Zealand Accession 01 September 1992 01 December 1992
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Ratification,
Date of Ratification, Date From Which State

State Accession or
I .Accession or Declaration May Be Designated

Declaration I·

(53)Ukraine Declaration 21 September 1992 25 December 1991 ·

(54)Viet Nam Accession 10 December 1992 10 March 1993

(55)Slovakia Declaratioll I 30 December 1992 01 January 1993

(56)NigerO Accession 21 December 1992 21 March 1993

(57)Kazakstan Declaration 16 February 1993 25 December 1991

(58)Belarus Declaration 14 April 1993 25 December 1991

(59)Latvia Accession 07 June 1993 07 September 1993

(60)Uzbekistan Declaration .. 18 August 1993 . 25 December 1991

(61)China Accession 01 October 1993 01 January 1994

(62)Slovenia Accession 01 December 1993 01 March 1994

(63)Trinidad and Tobago Accession 10 December 1993 10 March 1994

(64)Georgia Declaration 18 January 1994 25 December 1991

(65)Kyrgyzstan Declaration 14 February 1994 25 December 1991

(66)Republic of Moldova Declaration 14 February 1994 25 December 1991

(67)Tajikistan . Declaration . 14 February 1994 25 December 1991

(68) Kenya Accession 08 March 1994 08 June 1994

(69)Lithuania Accession 05 April 1994 05 July 1994 . ·

(70)Armenia Declaration 17 May 1994 25 December 1991

(71)Estonia Accession 24 May 1994 24 August 1994

(72)Liberia Accession 27 May 1994 27 August 1994

(73)Swaziland Accession 20 June 1994 20 September 1994 ·
(74)Mexico Accession 01 October 1994 01 January 1995

(75)Uganda Accession 09 Novemberl994 09 February 1995

(76)Singapore Accession 23 November 1994 23 February 1995

(77)lceland Accession 23 December 1994 23 March 1995

(78)Turkrnenistan Declaration . 01 March 1995 25 December 1991

(79)The former Yugoslov Republic Accession 10 May 1995 10 August .1995
of Macedonia
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State
Ratification,

Date of Ratification, Date From Which State
Accession or

Accession or Declaration May Be Designated
Declaration

(80)Albania Accession 04 July 1995 04 October 1995

(81)Lesotho Accession 21 July 1995 . 21 October 1995

(82)Azerbaijan Accession .25 September 1995 25 December 1995

(83)TurkeyOo Accession 01 October 1995 01 January 1996

(84)Israel Ratification oI March 1996 01 June 1996

(85)Cuba Accession 16 April 1996 16 July 1996

(86)Saint Lucia Accession 30 May 1996 30 August 1996

(87)Bosnia and Herzegovina Accession 07 June 1996 07 September 1996

(88) Yugoslavia Ratification 01 November 1996 01 February 1997

(89)Ghana .. Accession 26 November 1996 16 February 1997

(90)Zimbabwe Accession 11 March 1997 11 June 1997

(9l)Sierra Leone Accession 17 March 1997 17 June 1997

(92)Indonesia Accession 05 June 1997 05 September 1997

(93)Gambia Accession 09 September 1997 09 December 1997

(94)Guinea-Bissauo Accession 12 September 1997 12 December 1997

(95) Cyprus'" Accession 01 January 1998 01 April 1998

(96) Croatia Accession 01 April 1998 01 July 1998

(97) Grenada Accession 22 June 1998 22 September 1998

(98) India Accession 07 September 1998 07 December 1998

(99) United Arab Emirates Accession 10 December 1998 10 March 1999

(100) South Africa Accession 16 December 1998 16 March 1999

(101) Costa Rica Accession 03 May 1999 03 August 1999

(102) Dominica Accession 07 May 1999 07 August 1999

(103) United Republic of Tanzania Accession 14 June 1999 14 September 1999

(104) Morocco Accession 08 Jnly 1999 08 October 1999

(105) Algeria Ratification 08 December 1999 08 March 2000

(106) Antigua and Barbuda Accession 17 December 1999 17 March 2000
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. .

Ratification,
Date OfRatification, Date From Which State

State Accession or
Accession or Declaration May Be Designated

Declaration

(107) Mozambique Accession 18 February 2000 18 May 2000

(108) Belize Accession 17 March 2000 17 June 2000

(109) Colombia Accession 29 November 2000 28 February 2001

(110) Ecuador Accession 07 February 2001 07 May 2001 .

(111) Equatorial Guinea? Accession 17 April 2001 17 July 2001 .

(112) Phillipines Ratification 17 May 2001 17 August 2001

(113) Oman
.

Accession 26 July 2001 .. 26 October 2001
.

(114) Zambia Accession 15 August 2001 15 November 2001

°Members of Africa Intellectual Property Organization (OAPI) regional patent system. Only regional patent
protection is available for OAPI member states. A designation of any state is an indication that all OAPI states
have been designated. Note: only one designation fee is due regardless of the number of OAPI member states
designated. . .

oOMembers of European Patent Convention (EPC) regional patent system. Either national patents or European
patents for member States are available through PCT, except for Belgium, France, Greece, Ireland, Italy, .
Monaco, and Netherlands, for which only European patents are available if the PCT is used. Note: only one
PCT designation fee is due if European patent protection is sought for one, several, or all EpC member coun-
tries.

.

The following states are members of African Regional Industrial Property Organization (ARIPO) regional
patent system: (4) Malawi, (34) Sudan, (68) Kenya, (73) Swaziland, (75) Uganda, (81) Lesotho, (89) Ghana,
(90) Zimbabwe, and (93) Gambia.

The following states are members of the Eurasian Patent Organization (EAPO) regional patent system: (15)
Russian Federation, (57) Kazakstan, (58) Belarus, (65) Kyrgyzstan, (66) Republic of Moldova, (67)
Tajikistan, (70) Armenia, (78) Turkmenistan, and (82) Azerbaijan. Yugoslavia is comprised of the Republics
of Serbia and Montenegro. The World Intellectual Property Organization has utilized the two-letter code
"YU" to refer to the Yugoslaviabecoming a party to the Patent Cooperation Treaty. The United States
understands that the scope of the territory covered by the designation encompasses only the Repuhlics of
Serbia and Montenegro. .

1817.01 Designation of States and
Precautionary Designations

37 CFR 1.432. Designation of States and payment of
designation and confirmation fees.

(a) The designation of States including an indication. that
applicant wishes to obtain a regional patent," where applicable,
shall appear in the Request upon filing and 'must be- indicated as
set forth in PCT Rule 4.9 and section 115 of the Administrative

Instructions. Applicant must specify at least one national or
regional designation on filing of the international application for a
filing date to be granted.

(b)· If the fees necessary to cover all the national and regional
designations specified in the Request are not paid by the applicant
within one year-from the priority date or within one month from
the date of receipt of the international application if that month
expires after the expiration of one year from the priority date,
applicant will be notified and given one month within which to
pay the deficient designation fees plus a late paymentfee. The.late
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payment fee shall be equal to the greater of fifty percent of the
amount of the deficientfees up to a maximumamount equalto the
basic fee, or an amount equal to the transmittal fee (peT Rule

16bis ) . The one-monthtime limitset in the notificationof deficient
designation fees may not be extended. Failure to timely pay at
least one designationfee will result in the withdrawal of the inter
nationalapplication.

(l) Theone designation fee mustbe paid:
(i) Within one yearfromthe priority date;
(ii) Within one month from the dateof receipt of the

international application if that month expires after the expiration
of one year from thepriority date; or

(iii) With the late payment fee defined in this para
graph within the time set in the notification of the deficient desig

nationfees or in accordance with PCT Rule 16bis.l(e).

(2) If aftera notificationof deficient designationfees the
applicant makes timely payment, but the amount paid is not suffi
cient to cover the late payment fee and all designation fees, the
Receiving Office will, after allocating payment for the basic,
search,transmittal andlatepaymentfees, allocate the amountpaid

in accordance with PCT Rule 16bis.l(c) and withdraw the unpaid
designations. The notificationof deficient designationfees pursu
antto thisparagraph may be made simultaneouslywith any notifi
cation pursuant to § 1.431(c).

(c) The amount payable for the designation fee set forth in
paragraph (h) is:

(1) The designation fee in effect on the filing date of the
international application, if such fee is paid in full within one
monthfromthe date of receiptof the international application;

(2) The designation fee in effect on'the date such fee is
paid in full, if such fee is paid in full later thanone monthfromthe
date of receiptof the international application butwithin one year
fromthe priority date;

(3) The designation fee in effect on the date one year
fromthe priority date,if the fee was due one yearfromthe'priority
date, and such fee is paid in full later than one month from the
date of receipt of the international applicationand later than one
yearfrom the priority date; or

(4) The designation fee in effect on the international fil
ing date,if the fee was due one monthfrom the international filing
date andafterone year fromthe priority date, and-such fee is paid
in full later thanone monthfrom the date of receipt-ofthe interna
tional application andlaterthanone yearfrom the priority date.

(d) On filing the international application, _in addition to
specifying at least one nationalorregionaldesignationunderPCT
Rule 4.9(a), applicant may also indicate under peT Rnle 4.9(h)
thatall otherdesignationspermitted underthe Treaty aremade.

(1) Indication of other designations permitted by the
Treaty underPCT Rule 4.9(b) must be made in a statement on the
Request thatany designationmadeunderthis paragraph is subject
to confirmation (PCT Rule 4.9(c)) not laterthanthe expiration of
15 months fromthe priority dateby:

(i) Filing a written notice with the United States
Receiving Office specifying the national and/or regional designa
tions being confirmed;

(ii) Paying the designation fee for each designation
being confirmed; and

(iii) Paying the conftrmation fee specified in
§ 1.445(a)(4).

(2) Unconfirmed designations will be considered with
drawn. If-the amount submitted is not sufficient to cover the desig
nation fee and the confirmation fee for each designation being
confirmed, the Receiving Office will allocate the amount paid in
accordance with any priority of designations specified by appli
cant. If applicant does not specify any priority of designations, the
allocation of the amount paid will be made in accordance-with

PCT Rule 16b".1(c).

The designation of States is the indication, in Box
No. V of the request (except in the last sub-box of that
Box), of the specific regional patents, national pat
ents, and/or other kinds of protection the applicant is
seeking. Specific designations for the purpose of
obtaining national and regional patents are effected by
indicating each Contracting State or region con
cerned. On the printed form, this is accomplished
by marking the appropriate check-boxes next to the
names of the States or regions. For detailed instruc
tions regarding "specific" designations, see the

. "Notes to the Request Form (PCTIRO/IOl)," avail-
able from WIPO's website at www.wipo.intJpctJenf
index.html.

All designations must be made in the international
application on filing; none may be added later. How
ever, there is a safety net designed to protect appli
cants who make mistakes or omissions among the
specific designations, by way of making a precau
tionary designation of all other States which have not
been specifically designated in the Request whose
designation would be permitted under the Treaty.

In addition to specific designations described
above, the applicant may, under PCT Rule 4.9(b),
indicate in the request that all designations which
would be permitted under the PCT are also made, pro
vided that at least one specific designation is made
and that the request also contains a statement relating
to the confirmation of any precautionary designations
so made. That statement must declare that any such
designation is subject to confirmation (as provided in
Rule 4.9(c», and that any such designation which is
not so confirmed before the expiration of 15 months
from the priority date is to be regarded as withdrawn
by the applicant at the expiration of that time limit.

Precautionary designations are effected in practice
by including the necessary statement in the last sub
box of Box No. V of the request (the statement is set
out in the printed request form). Since the precaution-
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ary designations are designed particularly to enable
applicants to correct omissions and mistakes in the
original list of specific designations, it is strongly rec
ommended that applicants make the precautionary
designations indication (by leaving the pre-printed
statement in the printed form, if that form is used)
unless there is a particular reason for doing otherwise.
The request form makes provision for the applicant to
omit designations if that is desired. It should be noted
that no fees are payable in respect of precautionary
designations except where the applicant later decides
to COnIIITll them.

Precautionary designations will be regarded as
withdrawn by the applicant unless they are confirmed,
but the applicant is not obliged to confirm them. The
precautionary designation procedure enables the
applicant to make, in the request, all designations per
mitted by the PCT in addition to those made specifi
cally.For this purpose, the request must also contain
a statement that any precautionary designations so
made are subject to confirmation as provided in Rule
4.9(c) and that any designation which is not so con
firmed before the expiration of 15 months from the
priority date is to be regarded as withdrawn by the
applicant at the expiration of that time limit. Noting
that the confirmation of designations is entirely at the
applicant's discretion, no notification is sent to the
applicant reminding him or her that the time limit for
confirming precautionary designations is about to
expire. Applicants are cautioned that in order for the
confirmation of a designation of the U.S. to be valid,
the inventor must have been named in the application
papers as filed, 37 CFR 1.421(b).

APPLICANT FOR PURPOSES OF EACH DES
IGNATION

Where there is but a single applicant, the right to
file an international application and to designate con
tracting states or regions (EP or OAPI) exists if the
applicant is a resident or national of a contracting
state. The applicant can be an individual, corporate
entity or other concern. If the United States is to be
designated, it is particularly important to note that the
applicant must also be the inventor.

In the case where there are several applicants who
are different for different designated states, the right
to file an international application and to designate
contracting states or regions (EP or OAPI) exists if at

least one of them is a resident or national of a con
tracting state. If the United States is to be designated,
it is important to note that the applicant must also be
the inventor. If the inventor is not also the applicant,
the designation of the United States is invalid.

1817.02 Continuation or Continuation-
in-Part Indication in the Request

PCT Rule 4.
The Request (Contents)

*****

4.14.Continuation or Continuation-in-Part
If the applicant wishes his international application to be

treated, in any designated State, as an application for a continua
tion or a continuation-in-part of an earlier application, he shall so
indicate in the request and shall identify the parent application
involved.

*****
Box No. V and the Supplemental Box of the

Request form should be used where the applicant has
an earlier application in a country designated in the
international application and where special title or
treatment of the international application is desired.
For example, if the applicant has a pending United
States application, the international application could
contain additional subject matter and be treated as a
continuation-in-part in the United States, if the United
States is designated in the international application
(PCT Rule 4.14). In this example, the entries to be
placed in Box No. V would be as follows: "United
States of America; continuation-in-part;" and in the
Supplemental Box, an entry such as "Continuation of
Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222"
identifying the earlier pending application should be
inserted.

1819 Earlier International or
International-Type Search

PCT Rule 4.
Request (Contents)

*****
4.1l.Reference to Earlier Search

If an international or international-type search has been
requested on an application under Article 15(5) or if the applicant
wishes the International Searching Authority to base the interna-
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tional search report wholly orin part on the results of a search,
other than an international or international-type search, made by
the national Office or intergovernmental organizati~nwhich is the
International Searching Authority competent for the international
application; the request shall contain a reference to that fact. Such
reference shall either identify the application (or its translation;' as
the case may be) in respect of which the earlier search was made
by indicating country, date and number, or the said search by indi
eating, where applicable, date and number of the request for such
search.

*****

Certain International Searching Authorities refund
part or all of the international search fee or reduce the
amount of the international search fee where the inter
national search can he based wholly or partly on an
earlier search (whether an international, international
type, or other search) made by them.The United States
provides for a reduced search fee where there is a cor
responding prior U.S. national nonprovisional appli
cation.

Where the earlier search by the International
Searching Authority was made in relation .to a
national, regional (for instance, European) or interna
tional application, that application must be identified
in Box No. VII of the request by an indication of the
country of filing (or the European Patent Office), and
the number and filing date of that application. Note
that, if the earlier search was made. on the basis of a
translation of that application into a language other
than that in which the application was filed, that trans
lation must also be identified in Box No. VII. Where
the earlier search was made independently.of a patent
granting procedure (for instance, a standard search by
the European Patent Office), a reference must be
made to the date of the request for that search and the
number given to the request by the International
Searching Authority.

The United States Patent and Trademark Office
performs an international-type search on all U.S.
national applications filed on and after 01 June 1978.
No specific request by the applicant is required and no
number identifying the international-type search is
assigned by the Office. All earlier U.S. applications
referred to in Box No. VI and Box No. VII as well as
all U.S. applications referred to in separate transmittal
letters will be considered by the Office. See 37 CFR
l.104(a)(3) and (a)(4). The forms to be used for
recording an international-type search can be obtained

from the International Application Processing Divi
sion.

Box No. VII should be used to identify related
international applications whether or not priority of
that application is claimed,

1820 Signature of Applicant

PCT Rule 4.
Request (Contents)

*****
4.15. Signature

(a) Subject to paragraph (b), the request shall be signed by
the,applicant or, if there is more than one applicant, by all of them.

(b) Where two or' more applicants file an 'international
applicationwhich designates a State whose national law requires
that-national applications be' filed by the inventor and where an
applicant for that designated State who is an inventor refused to
sign the request or could not be found or, reached after diligent
effort, the request need not be signed by that applicant if it is
signed by at, least one applicant and a statement is furnished
explaining, to the satisfaction of the receiving Office, the lack of
the signature concerned.

*****

SIGNATURE OF APPLICANT OR AGENT

The international application must b", signed in Box
No. IX of the request by the applicant, or, where there
are two or more applicants, by all of them. Subject to
certain conditions.tthe request may be signed by the
agent instead of the applicant(s). Pursuant to 37 CPR
1,4(d), the request filed may be either an original, or a
copy thereof. Certain papers may be filed by facsimile
transmission. See 37 CFR 1.6(d) and the discussion in
MPEP § 1805.

The international application may be signed by an
agent, but in that cas'" the agent must be appointed as
such by the applicant in a separate power of attorney
signed by the applicant. If there are two Or more
applicants, the request may M signed by an agent On
behalf of all or only some of them; in that cas", the
agent must be appointed as such in on", or more pow
ers of attorney signed by the applicants on whose
behalf the agent signs the application. Where a power
of attorney appointing an agent who signs an interna
tional application is missing, the signature is treated
as missing until the power of attorney is submitted.

The signature should be executed in black indelible
ink. The name of each person signing the international
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application should be indicated (preferably typewrit
ten) next to the signature. Where a .person signs on
behalf of a legal entity (an organization such as a cor
poration, university, nonprofit organization, or gov
ernmental agency), his or her name and the capacity
in which he or she signs should be indicated. Proof of
the person's authority to sign on behalf of the legal
entity will be required if that person does not possess
apparent authority to sign on behalf of the legal entity.
An officer (President, Vice-President, Secretary, Trea
surer, Chief Executive .Officer, Chief Operating
Officer or Chief Financial Officer) of an organization
is presumed to have authority to sign on behalf of that
organization. The signature ofthe chairman of the
board is also acceptable, .butnct the signature of an
individual director. Variations of these titles (such as
vice-president for sales; executive vice-president,
assistant treasurer, vice-chairman of the board of
directors) .are acceptable. A person having a title
(manager, director, administrator, general counsel)
that does not clearly set forth that person as an officer
of the organization is not presumed to be an officeror
to have the authority to sign.on behalf of the organiza
tion. An attorney does not generally have apparent
authority to sign on behalf of an organization.

Proof that a person has the authority to sign on
behalf of a Iegal entity may take the form of a.copy of
a resolution of the board of directors, a provision of
the bylaws, or a copy of a paper properly delegating
authority to that person to sign the internationai appli
cation on behalf of the legal entity.

It is also acceptable to have a person sign the inter
national application on behalf of a legal entity if that
person submits a statement. (hat the person has the
authority to sign the international application on
behalf of the legal entity. This statement should be on
a separate paper and mnst not appear on the Request
(or Demand) form itself. The statement must include a
clause such as "The undersigned (whose title is sup
plied below) is empowered to sign the Request on
behalf of the applicant."

A power of attorney or authorization of agent from
a person signing on behalf of a legal entity to a regis
tered patent attorneyor agent will be required if the
attorney or agent signs the international application.
Additional proof of authority may berequired by the
USPTO in any international application,

Where an applicant is temporarily unavailable, the
international application can be filed without his or
her signature. The lack of an applicant's signature or
of a. signed,power of attorney is a correctable defect
under PCT Article 14(1)(a)(i) and (b), and can be
remedied by filing a copy of the request (or, where the
request has been signed by an agent, ora powerof
attorney) duly signed by the applicantwithin the time
limit fixed by the receiving Office for the correction
of this defect.

APPLICANT INVENTOR UNAVAILABLE OR
UNWILLING TOSIGN THE INTERNATIONAL>
APPLICATION OR OTHER DOCUMENTS

The PCT provides a special procedure, where two
or more applicants. file an international application
designating the United States of America, which
enables the international application to proceed if an
applicant inventor for the United States ofAmerica
refuses to sign or cannot be found or reached after dil
igent effort. This. procedure makes an exception to the
generalrule that all applicants must sign the request
(or a separate power of attorney appointing an agent
who then signs the request). Its operation is limited to
signature of the request by applicantsfOr thepurposes
of the designation of a State. whose national law
requires that national applications be filed by the
inventor (the. United States.ofAmerica is the only
Contracting State to have such a requirement in its
nationallaw).

It is provided by PCT Rule4.l5(b) that, where an
applicant inventor for the designation of the United
States of America refused to signthe request or could
not be found or reached after diligent effort, the
request need not be signed by that applicant inventor
if it is signed by at least One applicant allda statement
is furnished explaining, to the satisfaction of the
receiving ()ffi~e, the lack ofthe signature concerned.
If sucha statement is furnished .to the satisfaction of
the receiving Office, the international application
complies with . the requirements of PCT Article
14(1)(a)(i) for the purposes of all designated States
(including the United States. of America) without
adverse consequences in the international phase.
However, additional proofs may be required by the
United States Patent and Trademark Office after entry
into the national phase if the reqnired oath or declara-
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tion by the inventor is not signed by all the applicant
inventors.

The lack of a signature constitutes a defect under
PCT Article 14(1)(a)(i), and the statement must thus
be filed within the time limit set by the receiving
Office for correction of such defects in accordance
with PCT Article l4(1)(b) and PCTRule 26.2. That
time limit is fixed, in each case, in the invitation by
the receiving Office to correct any defects under PCT
Article 14(1)(a); the time limit must be reasonable
under the circumstances, must be not less than I
month from the date of the invitation, and maybe
extended by the receiving Office.at any time before a
decision is taken under PCT Rule 26.

If the request lacks the signature of an applicant
inventor for the United States of America and a satis
factory statement cannot be furnished for the purposes
ofPCT Rule 4.15(b), the international application will
be considered withdrawn. The Receiving Office will
issue a declaration of withdrawal.

Provisions similar toPCT Rule 4.l5(b) apply to
excuse a lack of signature by an applicant inventor for
the United States of America of certain other docu
ments connected with the international application,
provided that a similar statement is furnished explain
ing the lack of signature to the Office or Authority
concerned. These documents are the Demand, any
notice of alater election, and a notice of withdrawal
of the international application, a designation, aprior
ity claim,or an election. Note, however, that the sig
natures of all the applicants are not required for all of
those documents for example, the Demand may be
signed by the common representative (including an
applicant who is considered to be the common repre
sentative).

PCT Rule 4.15(b) is implemented in the United
States through 37 CPR 1.425, which provides:

37 CFR 1.425. Filing by other than inventor.
Where an international application which designates the

United States'of Americais filed and where'one or more inventors
refuse to sign the Request for the internationalapplicationor can
not be found' or reached after diligent effort; the Request need not
be signed by such inventor .if it is signed. by another applicant.
Such international application must be ,accompanied by ,a"state
ment explaining to the satisfaction of the Commissioner the lack
of the-aignature concerned.

Where there 'are joint inventors other than the non
signing applicant inventor, the available joint .inven-

tors should sign the request form on behalf of
themselves .and the nonsigning inventor. Where a sole
inventor or all of the joint inventors refuse to sign the
request or can not be located, another applicant may
make the application on behalf of the nonsigning
inventor(s). In both instances, the application must be
accompanied by a statement explaining the facts that
the nonsigning inventor(s) either refuse to sign or can
not be located after diligent effort. Such proof should
take the form of statements by persons with first hand
knowledge of the pertinent facts.

APPLICANT INVENTOR DECEASED

37CFR 1.422. When the inventor is dead.
In case of the death of the inventor, the legal representative

(executor,administrator, etc.) of the.deceased inventor may file an
international application which designates the United States of
America.

The Office no longer requires proof of authority of
the legal representative of a deceased inventor. How
ever, any person acting as a legal representative of a
deceased inventor should ensure that he or she is
properly acting in such a capacity. See MPEP
§ 409.01(b).

1821 The Request

A general overview of certain aspects of the request
follows.

37 CFR 1.434. The request.
. (a) The request shall be made on a standardized form (pcT

Rules 3 and 4). Copies 'of printed Request forms are available
from the.Patent and Trademark-Office. Letters requesting printed
forms should be marked "Box PCT."

(b) .!he CheckList portion ofthe Request form should indi
cate each document accompanying the international application
on filing.

(c) All information,' for example, addresses, names of States
and' dates, shall be indicated in the Request as required by peT
Rule 4 and Administrative.Instructions 110 and 201.

(d) International applications which designate the United
States of America:

(1) Shall include the name, address and signature of the
inventor, except as provided by §§ 1.421(d), 1.422, 1.423 and
1.425:

(2) .Shall include a reference to anycopending national
application .. pr international application, designating the. United
States of America, if the benefit of the filing date for the prior
copending application is to be claimed; and

(3) Mayinclude in the Request a declaration of the inven
tors as provided for inPCT Rule 4.17(iv).
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The request must either be made on a printed form
to be filled in with the required indications or be pre
sented as a computer priutout complying with the
Administrative Instructions. Any prospective appli
cant may obtain copies of the printed request form,
free of charge, from the receiving Office with which
helshe plans to file hislher international application,
or from the International Bureau. Details of the
requirements for the request if presented as a com
puter printout are set out in Administrative Instruc-

tions Section 102bis.

As provided in Administrative Instructions Section

102bis(c), reduced fees are payable in respect of an
international application containing the request in
PCT-EASY format filed, together with a PCT-EASY
diskette, with a receiving Office which, under para
graph (a), accepts the filing of such international
applications. The World Intellectual Property Organi
zation (WIPO) maintains a PCT-EASY Help Desk for
helping applicants with the PCT-EASY software.

The request contains a petition for the international
application to be processed according to the PCT and
must also contain certain indications. It must contain
the title of the invention. It must identify the applicant
(normally the inventor if the United States of America
is designated), and the agent (if any), and must con
tain the designation of at least one Contracting State.
The request must contain an indication of any wish of
the applicants to obtain a European patent rather thau,
or in addition to, a national patent in respect of a des
ignated State.

DATES

Each date appearing in the international applicatiou
or in any correspondence must be indicated by the
Arabic number of the day, the uame of the month and
the Arabic number of the year, in that order. In the
request, after, below or above that indication, the date
should be repeated in paientheses with a two-digit
Arabic numeral each for the number of the day, the
number of the month and the last two figures of the
year, in that order and separated by periods, slashes or
hyphens, for example, 10 June 1986 (10.06.86); (101
.06/86) or (10-06-86).

Any prospective applicant may obtain English lan
guage Request forms free of charge from the United
States Patent and Trademark Office, Box PCT, Wash
ington, DC 20231. The request forms are also avail-

able from WIPO's web site. The Request may not
contain any matter that is not specified in PCT Rules
4.1 to 4.17 or permitted under PCT Rule 4.18(a) by
the Administrative Instructions. Any additional mate
rial will be deleted ex officio (Administrative Instruc
tions Section 303).

SUPPLEMENTAL BOX

This box is used for any material which cannot be
placed in one of the previous boxes because of space
limitatious. The supplemental information placed in
this box should be clearly eutitled with the Box num
ber from which it is continued, e.g., "Continuation of
Box No. IV."

FILE REFERENCE

The applicant or hislher agent may indicate a file
reference in the box provided for the purpose on the
first sheet of the request form, on each page of the
other elements of the international application, on the
first sheet of the demand form, and in any other corre
spondence relating to the international application.
PCT Rule 11.6(f) indicates that the file reference may
be included in the top margin of the sheets of the
international application. As provided in Administra
tive Instructions Section 109, the file reference may
be composed either of letters of the Latin alphabet or
Arabic numerals, or both. It may not exceed 12 char
acters. The receiving Office, the International Bureau,
the International Searching Authority and the Interna
tional Preliminary Examining Authority (International
Authorities) will use the file reference incorrespon
dence with the applicant. According to the guidelines
published by WIPO, and available from its web site,
the applicant is to be notified if the file reference used
by the applicant is corrected by one of the Interna
tional Authorities. See Helfgott & Karas P. C. v. Dick
inson, 209 F.3d 1328, 1336, 54 USPQ2d 1425,
1431 (Fed. Cir. 2000), where the Federal Circuit indi
cated that Section 10.1 of the PCT International Pre,
liminary Examination Guidelines instructs the
International Preliminary Examining Authority to
send the applicant a copy of the corrected sheet of the
Demand or a separate notification if the file reference
specified by the applicant on the Demand is corrected
by the International Preliminary Examining Author
ity.
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NAMES

The Request must contain the title of the invention;
the title must be short (preferably 2 to 7 words) and
precise (PCT Rule 4.3). The title in Box No. I of the
Request is considered to be the title of the application.
The title appearing on the first page of the description
(pCT Rule 5.I(a)) and on the page containing the
abstract should be consistent with the title indicated in
Box No. I of the Request form.

A. title should not be changed by the examiner
merely because it contains words which are not con
sidered descriptive of the invention. Words, for
example; such as "improved" or "improvement of'
are acceptable. If the title is otherwise not descriptive
of the invention, a change to a more descriptive title
should be made and the applicant informed thereof in
the search report.

Where the title is missing or is inconsistent with the
title in the description, the receiving Office invites the
applicant to correct the missing or inconsistent title.

APPLICANT

Any resident or national of a Contracting State may
file an international application. Where there are two
or more applicants, at least one of them must be a
national or a resident of a PCT Contracting State.

The question whether an applicant isa resident or
national of a Contracting State depends on the
national law of that State and is decided by the receiv
ing Office. Also, possession of a real and effective
industrial or commercial establishment in a Contract
ing State may be considered residence in that State,
and a legal entity constituted according to the national
law of a Contracting State is considered a national of
that State.

The applicant must be identified by the indication
of his/her name and address and by marking next to
that indication, the check-box "This person is also
inventor" in Box No. II, or "applicant and inventor" in
Box No. III, where the applicant is also the inventor
or one of the inventors, or the check-box "applicant
only" where the applicant is not the inventor or one of
the inventors. Where the applicant is a corporation or
other legal entity (that is, not a natural person), the
check-box "applicant only" must be marked, The
applicant's nationality and residence must also be
indicated.

The names of a natural person must be indicated by
the family name followed by the given name(s). Aca
demic degrees or titles or other indications which are
not part of the person's name must be omitted. The
familyname should preferably be written in capital
letters.

The name of a legal entity must be indicated byits
full official designation (preferably in capital letters).

ADDRESSES

Addresses must be indicated in such a way as to
satisfy the requirements for prompt postal delivery at
the address indicated and must consist of all the rele
vant administrative units up to and including the
house number (if any). The address must also include
the country.

1823 The Description

PCTArticle 5.
The Description

The description shall disclose the invention in a manner SUff~M

ciently clear and complete for the invention to be carried out by a
person skilled in the art.

PCT Rule 5.
The Description

5.l.Manner of the Description

(a) The description shall first state the title of the invention
as appearing in the request and shall:

(i) specify the technical field to which the invention
relates;

(ii) indicate the background art which, as far as known to
the applicant, can be regarded as useful for the understanding,
searching and examination of the invention,and, preferably, -cite
the documents reflecting such art;

(iii) disclose the invention, as claimed, in such terms that
the technical problem (even if notexpressly stated as such) and its
solution can be understood, and state the advantageous effects, if
any, of the invention with reference to the background art;

(iv) briefly describe the figures in the drawings, if any;

(v) set forth at least the best mode contemplated' by the
applicant for carrying out the invention claimed; this shall be done
in terms of examples, where appropriate, and with reference to the
drawings, if any; where the national law of the designated State
does not require the description of the best mode but is satisfied
with the description of any mode (whether it is the best contem
plated 'or not), failure to describe the best 'mode contemplated
shall have no effect in that State;
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(vij indicate explicitly, when it is"not obvious from the
description ornature of the invention, the.way in which the inven
tion is capableof exploitationin industry andthe way in which it
can be made and used, or, if it can only be usedthe.way in which
it canbe used; the term industry is to be understood in.itsbread
est sense as in the ParisConventionfor theProtectionof Industrial
Property;

(b) The manner and order specified in paragraph (a) shall be
followed except when, because of the nature, of the invention, a
different manner or a different. order, would result in a' better
understanding andamore economic presentation;

(c) Subject to the provisions of paragraph (b), each of the
parts referred to in paragraph (a) shall preferably, be preceded by
an appropriateheading as suggested in the Administrative-Instruc
tions.

PCT Administrative instruction Section 204.
Headings of the Parts ofthe Description

The headings of the parts of the description should be as fol
lows:

(i) for matter referred to in Rule 5.1(a)(i), ''Technical Field";
(ii)formatter referred to in Rule 5J(a)(ii), "Background

Art";
(iii)for matter referred to in Rule 5.1(a)(iii), "Disclosure of

Invention";

(iv) for matter referred to in Rule 5.1(a)(iv), "Brief Descrjp
tion of Drawings";

(v) for matter referred to in Rule 5.I(a)(v), "Best Mode for
Carrying Out the Invention," or, where appropriate, "Mcders) for
Carrying Out the Invention";

(vi) for matter referred to in Rule 5.1 (a)(vi), "Industrial
Applicability";

(vii)for matter referred to in Rule 5:2(a), "Sequence Listing";
(vili)for matter referred to in Rule 5.2(b),'''ScquenceListing

Free Text."

PCT Administrative Instruction Section 209.
Indications as to Deposited Biological Material

on a Separate Sheet

(a) To the extent that any indication with respect-to depos
ited biological material is not contained in the description; it may
be given on a separate sheet. Where 'any such indication is so
given, it shall preferably be on FormPCTIR0/134 and, if fur
nished at the time of filing,' the said Form shall, subject to'para';
graph'(b), preferably be attached to the request and'referred to in
the check list referred to in Rule 3.3 (a)(ii);

(b) For the purposes of the Japanese Patent Office when
Japan is designated, paragraph (a) applies only to the extent that
the said Form or sheet is included as one of the sheets of the
description of the international application at the time of filing.

37 CFR 1.435. The description.
(a) The application must meet the requirements as to the

content and form of the description set forth inPCT Rules 5, 9,
10, and 11 and sections 204,and 208 of the Administrative Instruc
tions.

(b) In international applications designating the United
States the description must contain upon filing an indication ofthe
best mode contemplated by the inventor for carrying out the
claimed invention.

The description must disclose the invention in a
manner sufficiently clear and complete for it to be car
ried out by a person skiiled in the art. It must start
with the title of the invention as appearing in Box No.
I of the requestPCT Rule 5 contains detailedrequire
ments as to the manner and order of the description,
which, generally, should be in six P!lfts. Those parts
should have the foilowing headings: "Technical
Field," "Background Art,'" "Disclosureof Invention,"
"Brief Description of Drawings," "Best Mode for
Carrying Out the Invention" or, where appropriate,
"Mode(s) for Carrying Out the Invention," "Industrial
Applicability," "Sequence Listing," and "Sequence
Listing Free Text," where applicable.

The details required for the disclosure of theinvcn
tion so that it can be carried out by a person skilled in
the art depend on the practice of the national Offices.
It is therefore recommended that due account be taken
of national practice in the United States of America
when the description is drafted..

The need to amend the description during the
national phase may thns be avoided.

This applies likewise to the need to indicate the
"best mode for carrying out the invention." If at least
one of the designated Offices requires the indication
of the best mode (for instance, the United States
Patent and Trademark Office), that best mode must be
indicated in the description.

A description drafted with due regard to what is
said in these provisions will be accepted by all the
designated Offices. It might require more. care than
the drafting of a national patent application, but cer
tainly much less effort than the drafting of multiple
applications, which is necessary where the PCT route
is not used for filing in several countries.

1823.01 Reference to Deposited
Biological Material

PCT Rule l3bis.

Inventions Relating to Biological Material

l3biS.l.Definition

For the purposes ofthis Rule, "reference to deposited biologi
cal materialv means.particulars glven irian international applica-
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tion with respect to the deposit of a biological material with a
depositary institution or to the biological material so deposited.

13bi'.2.References (General)
Any reference to deposited biological material shall be made in

accordance with this Rule and, if so made, .shall be considered as
satisfying the requirements of the national law of each designated .
State.

13bis.3.Re!erences: Contents; Failure to Include Reference
or Indication

(a)' A reference to' deposited biological material shall indi
cate:

(i) the name and address of the depositary institution
with which the deposit was made;

(ii) the date of deposit of the biological material with that
institution;

(iii)the accession number given to the deposit by that
institution; and

(iv) any additional matter of which the International

Bureau has been notified pursuant to Rule 13bis.7(a)(i), provided
that the requirement to indicate that matter was published in the

Gazette in accordance with Rule 13bis.7(c) at least two months
before the filing of the international application.

(b) Failure to include.a reference to deposited biological
material or failure to include, in a reference to deposited biologi
cal material, an indication in accordance with paragraph (a), shall
have no consequence in any designated State whose national law
does not require such reference or such indication in a national
application;

13bi'.4.References: Time Limit for Furnishing Indications

(a) Subject to paragrapbs (b) and (c), if any of the iudiea

tions referred to in Rule 13bis.3(a) is not included in a reference to
deposited biological material in the international application as
filed but is furnished to the International Bureau:

(i) within 16 months from the prioritydate, the indication
shall. be considered by any designated Office to have been fur
nished in time;

(ii) after the expiration of 16 months from the priority
date, the indication shall be considered by any designated Office
to have been furnished on the last day of that time limit if it
reaches the International Bureau before the technical preparations
for international publication have been completed.

(b) If the nati~mal law applicable by a designated Office so
requires in respect of national applications, th,at Office may

require that any of the indications referred tO'ln"Rille 13bis.3(a) be
furnished earlier than 16 months from the priority date, provided
that the International Bureau has been notified of such require

ment pursuant to Rule 13bis.7(a)(ii) and has published such

requirement in the Gazette in accordance with Rule 13bis.7(c) at
least two months before the filing of the international application.

(c) Where the applicant makes a request for early publica
tion under Article 21(2)(b),any designated.Office may consider

any indication not furnished before the technical preparations for
international publication have been completed as not having been
furnished in time.

(d) 'The International Bureaushall notify the applicant of the
date on which -it received any indication furnished under para
graph (a), and

(i) if the indication was received before the technical
preparations for international publication have been completed,
indicate that date, and include the relevant data from the indica
tion.fn the pamphlet published under Rule 48;

(ii) if the indication was.received after the technical prep
arations for international' publication have been completed, notify
that date and the relevant data from the indication to the desig
nated Offices.

I3bi'.5.References and Indications for the Purposes of One
or More Designated States; Different Deposits for Different
Designated States; Deposits with: Depositary Institutions
Other Than Those Notified

(a) A reference to deposited biological material shall be con
sidered to be made for the purposes of all designated States, unless
it is: expressly made for the purposes of certain of the designated
States only; the same applies to the indications included in the ref
erence.

(b) References to different deposits of the biological material
maybe made for different designated States.

(c) Any designated Office may disregard a deposit made
with-a 'depositary institution other than one notified by it under

Rule 13bi'.7(b).

I3bi'.6.Furnishing ofSamples
Pursuant to Articles 23.and 40, no furnishing of samples of the

deposited biological material to which a reference is made in an
international application shall, except with the authorization of the
applicant, take place before the expiration of the applicable time
limits after which national processing may start under the said
Articles. However, where the applicant performs. the acts.referred
to in Articles 22 or 39 after international publication but before
the expiration of the said time limits, the furnishing of samples of
the deposited biological material may take place, once the said
acts have been performed. Notwithstanding the previous provi
sion, the .. furnishing of samples of the deposited biological mate
rial may take place under the national law applicable by
any designated Office as soon as, under that law, the international
publication has the effects of the -cornpulsory national publication
of an unexamined national application.

13bi'.7.National Requirements: Notification and Publica
tion

(a) Any national Office may notify the International Bureau
of any requirement of the national law:

(i) that any matter specified in the notification, in addi

tion to those referred to in Rule 13bi'.3(a)(i), (ii) and (iii), is
required to· be included in a reference to deposited biological
material in a national application;
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(ii) thatone or more of the indications' referred to in Rule

13bis.3(a) are required to be included in a national.application as
filed or are required to be furnished ata timespecified in-the noti
fication which is.earlierthan 16 monthsafterthe priority date.

(b) Eachnational Office shall notify theInternational Bureau
of the depositary institutions with which the national law permits
deposits of biological materials to be' made for the purposes of
patentprocedure before that Office or, if the national law does not
provide for or-permit suchdeposits, of that fact.

(c) The InternationalBureau, shall promptly publish in the
Gazetterequirements notified to it under paragraph (a) and infor
mation notified to it under paragraph (b).

peT Administrative Instruction Section 209.
Indications as to Deposited Biological Material

on a Separate Sheer

(a) To the extent that any indication with respect to ~epos

ited biological material is not containedin the description, it may
be given on a separate sheet; Where any such indication is so
given, it shall preferably be on Form PCTIRO/134 and, if fur'
nished at the timeof filing, the said Form shall, subject-to para
graph (b), preferably be attached ,to the request andreferred to in
the check list referred to in Rule 3.3 (a)(ii).

(b) For,the,yurposes of ,the Japanes~, Patent,Of:fice ;""hen
Japan is designated, paragrapb (a) applies only to the extent that
the said Former sheet'is included as one of 'the sheets of the
description of the international .application at thetime of filing.

REFERENCES TO DEPOSITED BIOLOGICAL
MATERIAL IN THE CASE OF MICROBIO·
LOGICAL INVENTIONS

The PCT does not require the inclusion of a refer
ence to a biological rnaterial and/or to its deposit with
a depositary institution in an intemational application;
it merely prescribes the contents of any "referenceto
deposited biological material" (defined as ':Particulars
given ", with respect to the deposit of biological mate
rial "'. or to. the biological m~terial so deposited")
which is included in an international application, and
when such a reference must be furnished. It follows
that the applicant may see a need to make such aref
erence only when it is required for the purpose of dis
closing the invention claimed in the international
application in a manner sufficient for the invention to
be carried out by a person skilled in the art thalis,
when the law of at least one of the designated States
provides for the making, for this purpose, ofa refer
ence to a deposited biological material if the invention
involves the use of a biological material that is not
available to the public. Any reference to a deposited
biological material furnished separately from the

description will be included in the pamphlet contain
ing the published international application.

A reference to a deposited biological material made
in accordance with the requirements ofthe PCT must
be regarded by each of the designated Offices as satis
fying the requirements of the national law applicable
in that Officewith regardto the contents of such refer
ences and the time.for furnishing thew.

Areference may be made for the purposes of all
designated States or for one or only some of the desig
nated States.. A reference is. considered to be made Ior
the purpose of all designated States unless it is
expressly made for certain designated States only.
References to different deposits may be made for the
purposes ofdifferent designated States,

There are two kinds ofindication which may have
to be given with regard to the deposit of the biological
material, namely:

(A) indications specified in the peT Regulations
themselves; and

(B) additional indications by the national (or
regional) Office of (or acting for) a State designated in
the international application and whiclrhavebeen
published in the PCTGazette; these additional indica
tions may relate not only to the deposit of the biologi
cal material but also to thebiologicalmaterial itself.

The indications in thefirst category are:
(1) the name and address of the depositary institu

tion with Which the deposit was made;
(2) the date of the deposit with that institution; and
(3) the accession number given to the deposit by

that institution.'
U.S. requirements include the name and address of

the depository institution at the time of filing, the date
of the deposit or a statement that the deposit was
made on or before the priority date of the international
application and, to the extent. possible, a .taxonomic
description of the biological material. See Annex L of
the PCT Applicant's Guide.

The national laws of some of the national (or
regional) Offices require that, besides indications cone
cerning the deposit of a biological material, an indicae
tionbe given concerning the biological material itself;
such as, for example, a short description of its charac
teristics, atleast to the extent that this information is
available to the applicant. These requirements must be
met.inthe case of international applications for which
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any such Office is a designated Office, provided that
the requirements have been published in the PCT
Gazette. AnnexL of the PCT Applicant's Guide indi
cates, for each of the national (or regional) Offices,
the requirements (if any) of this kind which have been
published.

If any indication is not included in a reference to a
deposited biological material contained in the interna
tional application as filed, it may be furnished to the
International Bureau within 16 months after the prior
ity date unless the International Bureau has been noti
fied (and, at least 2 months prior to the filing of the
international application, it has published in the PCT
Gazette) that the national law requires the indication
to be furnished earlier. However, if the applicant
makes a request for early publication, all indications
should be fumished by the time the request is made,
since any designated Office may regard any indication
not furnished when the request is made as not having
been furnished in time.

No check is made in the international phase to
determine whether a reference has been furnished
within the prescribed time limit. However, the Inter
national Bureau notifies thedesignated Offices of the
date(s) on which indications, not included in the inter
national application as filed, were furnished to it.
Those dates are also mentioned in the pamphlet con
taining the published international application. Failure
to include a reference to a deposited biological mate
rial (or any indication required in such a-reference) in
the international application as filed, or failure to fur
nish it. (or the indication) within the prescribed time
limit, has no consequence if the national law does not
require the reference (or indication) to befurnished in
a national application. Where there is a consequence,
it is the same as that which applies under the national
law.

To the extent that indications relating to the deposit
of a biological material are not given in the descrip
tion, because they are furnished later, they may be
given in the "optional sheet" provided for that pur
pose. If the sheet.is submitted when the international
application is filed, a reference to it should be made in
the check list contained on the last sheet of the request
form. Should Japan be designated, such a sheet must,
if used, be included as one of the sheets of the descrip
tion at the time of filing; otherwise the indications
given in it will not be taken into account by the Japa-

nese Patent Office in the national phase. If the sheet is
furnished to the International Bureau later, it must be
enclosed with a letter.

Each national (or regional) Office whose national
law provides for deposits of biological material for
the purposes of patent procedure notifies the Interna
tional Bureau of the depositary institutions with
which the national law permits such deposits to be
made. Information on the institutions notified by each
of those Offices is published by the International
Bureau in the PCT Gazette:

A reference to a deposit cannot be disregarded by a
designated Office for reasons pertaining to the institu
tion with which the biological material was deposited
if the deposit referred to is one made with a depositary
institution notified by that Office. Thus, by consulting
the PCT Gazette or Annex L of the PCT Applicant's
Guide, the applicant can be sure that he has deposited
the biological material with an institution which will
be accepted by the designated Office;

International Searching Authorities and Interna
tional Preliminary Examining Authorities are not
expected to request access to deposited biological
material. However, in order to retain the possibility of
accessto a deposited biological material referred to in
an international application which is being searched
Or examined by such an Authority, the PCT provides
that the Authorities may, if they fulfill certain condi
tions, ask for samples. Thus, an Authority may only
ask for samples if it has notified the International
Bureau (in a general notification) that it may require
samples and the International Bureau has published
the notification in the PCT Gazette. The only Author
ity which has made such a notification (and thus the
only Authority which may request samples) is the
Japanese Patent Office. If a sample is asked for, the
request is directed to the applicant, who then becomes
responsible for making the necessary arrangements
for the sample to be provided.

The furnishing of samples of a deposit of a biologi
cal material to third persons is governed by the
national laws applicable in the designated Offices.

PCT Rule 13bis.6(b), however, provides for the delay
ing of any furnishing of samples under the national
law applicable in each of the designated (or elected)
Offices until the start of the national phase, subject to
the ending of this "delaying effect" brought about by
the occurrence of either of the following two events:
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(A) the applicant has, after international publica
tion of the international application, taken the steps
necessary to enter the national phase before the desig
nated Office.

(B) international publication of the international
application has been effected, and that publication has
the same effects, under the national law applicable in
the designated Office, as the compulsory national
publication of an unexamined national application (in
other words, the international application has quali
fied for the grantof "provisional protection").

1823.02 Nucleotide and/or Amino
Acid Sequence Listings

PCTRule 5.
The Description

*****
5.2.Nucleotide and/or Amino Acid Sequence Disclosure

(a) Where the international application contains disclosure
of one or more nucleotide and/or amino acid sequences, the
description shall contain a. sequence listing complying with, the
standard prescribed by the Administrative Instructions' andpre
sented as a separate part of the description in accordance with that
standard.

(b) Where the sequence listing part of the description 'con
tains any free text as defmed in the standard provided for in the
Administrative Instructions; that free text shall also appear in the
main part of the description in the language thereof.

PCT Rule 13ter.

Nucleotide and/or Amino Acid Sequence Listings

13ter.l.Sequence Listing for International Authorities

(a) Where the International Searching Authority finds that
the international application. contains disclosure of. one' or more
nucleotide and/or amino acid sequences but:

(i) the international application does not" contain a
sequence listing complying with the standard provided for in the
Administrative Instructions,' that Authority may invite the appli
cant to furnish to it, within a time limit fixed. in the invitation, a
sequence listing complying with that standard;

(ii) the applicant has not already furnished a sequence
listing in computer readable form complying with the standard
provided for in the Administrative Instructions, that Authority
may invite the applicant to furnish to it, within a time limit fixed
in the invitation, a sequence listing in such a form complying with
that standard.

(b) [Deleted]
(c). If the applicant does not comply with an invitation under

paragraph (a) within the time limit fixed in the invitation; the
International, Searching Authority shall not' be required to search

the international application to the extent that such noncompliance
has the result that a meaningful search cannot be carried out.

(d) Where the International Searching, Authority finds that
the d~scription does not comply with Rule 52(b), it shall invite
the applicant to file the 'required correction. Rule 26.4 shall apply
mutatis mutandis to any correction offered by the applicant. The
International Searching Authority shall transmit the correction to
the receiving Qffice and to the International Bureau.

(e) Paragraphs (a) and (e) shall apply mutatis mutandis to
the procedure before the International Preliminary Examining
Authority.

(f)' Any sequence 'listing not contained in' the international
application as filed shall not, subject to Article 34, form part of the
international. application;

13t".2.Sequence Listingfor Designated Office
Once the processing of the international application has started

before,~ designated. Offlce; Rule .13ter.l(a) .shall apply muratis
mutandis to .the. proc~dure before that .. Office, No designated
Office shall require the applicant to furnish to it a sequence listing
other than a sequence listing complying" with the standard pro
vided for in the Administrative Instructions.

PCT Administrative Instruction Section 208.
Sequence Listings

Any nucleotide and/or amino acid sequence listing ("sequence
listing:') filed as part of the international application,or furnished
together. with the international application or subsequently
(whether in printed formor computer readable form), shall com
ply with Annex C.

I. REQUIREMENTS FOR SEQUENCE LIST
INGS

Where an international application discloses one or
more nucleotide andlor amino acid sequences, the
description must contain a sequence listing complying
with the standard specified in the Administrative
Instructions. The standard is set forth in detail in
Annex C - Standard for the Presentation of Nucleotide
and Amino Acid Sequence Listings in International
Patent Applications Under the peT. The standard
allows the applicant to draw up a single sequence list
ing which is acceptable to all receiving Offices, Inter
national Searching and Preliminary Examining
Authorities for the purposes of the international
phase, and to all designated and elected Offices for
the purposes of the national phase. The International
Searching Authority and the International Preliminary
Examining Authority may, in some cases, invite the
applicant to furnish. a listing complying with that stan
dard. The applicant may also be invited to furnish a
listing in a computer readable form provided for in the
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PCT Administrative Instructions. It is advisable for
the applicant to submit a listing of the sequence in
computer readable form,' if such a listing. is required
by the competent International Searching Authority or
International Preliminary. Examining Authority,
together with the international application rather than
to wait for an invitation by the International Searching
Authority or International Preliminary Examining
Authority.

The computer readable formis not mandatory in
international applications to be searched by the
United States International Searching Authority-or
examined by the United States International Prelimi
nary Examining Authority. However, if a. computer
readable form of a sequence listing is not provided, a
search or examination will be performed only to .tlte
extent possible in the absenceof the computer read,
able form. The U.S -. sequence rules (37 CFR.1.821 
1.825) and the PCT sequence requirements are sub
stantively consistent. In this regard, full compliance
with the requirements of the D.S.rules will ensure
compliance with the applicable PCT requirements.
The European Patent .Office (EPO), since January 1,
1993, requires nucleotide and amino acid sequences
to be in computer readable form. Applicants should be
cognizant of this requirement and ensure compliance
with EPO requirements if the EPO is to be the search
or examination authority. See also MPEP § 1848. For
a detailed discussion of the U.S. sequence rules, see
MPEP § 2420 - § 2421.04.

II. QUALIFYING FOR REDUCED BASIC
FEE BY FILING SEQUENCE LISTING
ON COMPACT DISC RATHER THAN ON
PAPER

PCT Administrative Instruction Section 801.

Filing ofInternational Applications Conta.ining.Sequence
Listin$s

(a) Pursuant to Rules 89bis and 89ter, where an international
application contains -disclosure of one or more nucleotide- and/or
amino-acid sequence listings (vsequencc listings"), the receiving
Office may.df it is prepared to do so; accept that the sequence list
ing part of.the description, as referred to in Rule 5.2(a), be filed, .at
the option ~f the.applicant:

(i) only on an electronic medium in the computer read
able form referred to in Annex C; or

(ii) both on an: electronic mediumin that computerread~

able form arid on paper in the written. form referred to in AnnexC;
provided that the other elements of the international' application

are filed as otherwise provided for under the' Regulations and
these Instructions.

(b) Any receiving Office which is prepared to accept the fil
ing in computer readable form of the sequence listing part of inter
n~tion~ applications under paragraph, (a) shall. notify the
International Bureau accordingly. The notification shall specify
the 'electronic media on which the receiving Office will accept
suchfilings. The International-Bureau shall promptly publish any
such informationin the Gazette.

(c) .Avrecelving Offlcewhich.has not made a notification
under paragraph (b),may nevertheless dt::cide in a particular case
to accept an .intemational application the sequence listing part of
which is filed with it under paragraph (a).

(d) Where the-sequenceIisting part. is ,f1led in computer
readable forrnunder, paragraph. (a) but not ,,(}n an electronic
medium specified -by the receiving Office 'under paragraph (b),
that Office shall, nnder Article l4(l)(a)(v), invite the applicant to
furnish to it a replacement sequence listing part on an electronic
medium specified under paragraph (b).

(e) Where an international application containing a sequence
listing part in computer readable form is filed under paragraph (a)
with a receiving Office which is not prepared, under paragraph '(b)
or (c), to accept such filings, Section 333(b) and (c) shall apply.

New Part 8 of the Administration Instructions
became effective January 11, 2001. Under Adminis
trative Instructions Section 801(a), applicants may file
the Ilucleotide and/or amino acid sequence listing part
of the description of an international application on an
electronic medium in computer readable form with
certain receiving Offices. At the present time,
the United States Receiving Office (ROIUS) has not
notified the International Bureau (IE) under Adminis
trative Instructions Sectio11801(b) that it will be gen
erally accepting the filing of international applications
under Administrative Instructions Section 801(a). The
ROIUS will, however, accept such applications in a
particular case pursuant to Administrative Instructions
Section 801(c), provided that. applicant follows the
Guidelines set forth below in subsection II. A.

,PCT Administrative Instruction Section 803.

Calculation ofBasic Fee forIntemational Applications
Containing Sequence Listings

where the sequence listing part of an international application
is filed inelectronic-form under Section801(a), the basic fee pay';'
able 'in 'respect' of that application shall comprise the' following
two-components:

(i) a basic component calculated as provided in the Sched-
ule of Fees in respect of all pages filed on paper (that is, all pages
of the request, description (exclnding the sequeuce listing part if
also filed on paper), claims, abstract and drawings), and
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(ii) an additional component, in respect of the sequence
listing part, equal to 400 times the fee per sheet as referred to in
item 1(b) of the Schedule of Fees, regardless of the.actual length
of the sequence listing part filed in computer readable form and
regardless of the fact that the sequence listing part may have been
filed both in written form "andin computer readable form.

Applicants will usually achieve a significant fee
savings by filing international applications with
sequence listings over four hundred (400) pages long
under Adniinistrative Instructions Section 801(a). The
potentially reduced basic fee described in Administra
tive Instrnctions Section 803 is available to applica
tions filed pursuant to the Guidelines below.
Applicants who do not wish to file under Administra
tive Instructions Section 801(a) may submit the
sequence listing .part under conventional filing proce
dures but will not be eligible for the potentially
reduced basic fee described in Administrative Instruc
tions Section 803.

When filing an international application under
Administrative Instructions Section 801(a), applicant
should not submit a paper copy of the Sequence List
ing part. To.address potential concerns regarding elec
tronic media reliability, the ROIUS will test the
readability of sequence listing parts submitted on
compact disc media and notify applicant of the
results. As detailed in the Guidelines below, applicant
may elect to have the readability testing and notifica
tion performed on an expedited basis.

A. Guidelines on Qualifying for Reduced Basic
Fee Under peT Administrative Instructions
Section 803

1. What to Submit

The applicant is required to submit a complete copy
of the international application, wherein the sequence
listing part of the application is submitted on elec
tronic media rather than on paper. The application is
to be accompanied by a transmittal letter entitled
"Compact Disc Transmittal Form For Submission Of
Sequence Listing To The United States Receiving
Office Under PCT Administrative Instructions - Part
8."

(a) Complete International Application with
Sequence Listing Part on Electronic Media

Applicant shall submit a paper copy of the com
plete international application, with the exception that

the sequence listing part is provided on electronic
media rather than on paper. Four (4) copies of the
sequence listing part are to be included with the appli
cation, each copy on an electronic medium or set of
electronic media if additional capacity is needed. One
copy, called the "computer readable form" (CRF)
copy required by the Administrative Instructions (see
Annex C of the Administrative Instructions, para
graphs 39-46), may be submitted on any acceptable
medium under 37 CFR 1.824(c), although compact
disc (CD) media is preferred. The remaining three
copies must be submitted only on one of the following
types of CD media:

(1) CD-R

Type: 120mm Compact Disc Recordable

Specification: ISO 9660, 650MB; or

(2) CD-ROM

Type: ISOIIEC 10149:1995, 120mm Compact
Disc Read Only Memory

Specification: ISO 9660, 650MB

Each electronic medium shall be enclosed in a hard
protective case within a padded envelope, and the four
(4) copies shall be labeled as follows:

(1) "COPY I ~ SEQVENCE LISTING PART;"
(2) "COPY 2 - SEQUENCE LISTING PART;"
(3) "COPy 3.~ SEQVENCE LISTING PART;"

and
(4) "CRF"

Additionally, the labeling shall contain the fol-
lowing information:

(I) Name of Applicant
(2) Title of Invention
(3) Applicant's or Agent's File Reference Num-

ber
(4) Date of Recording
(5) Computer Operating System Used
(6) Name of the Competent Authority (i.e. the

ROIUS)
(7) Indication that the Sequence Listing part is

being filed under Administrative Instructions Section
801(a)
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COPY I - SEQUENCELISTING PART

Applicant: XYZCorporation
Title:ImageProcessing Method

FileReference Number: abcl23.pct

(a) Name of Contact
(b) Telephone Number
(c) Facsimile Number

(9) Signature of Applicant, Agent, or Common
Representative

The requirement for a separate transmittal form
cannot be satisfied by incorporating the above infor
mation into any other document. A sample copy of a
"Compact Disc Transmittal Form For Submission Of
Sequence Listing To The United States Receiving
Office Under PCT Administrative Instructions - Part
8"is reproduced on the following page.

(b) Compact Disc Transmittal Form for Submis
sion of Sequence Listing to the United States
ReceiVing Office Under PCT Administrative
Instructions - Part 8.

If applicant desires for an application to be
accepted pursuant to Administrative Instructions Sec
tion 801(c), the application must be submitted with a
document entitled "Compact Disc Transmittal Form
For Submission Of Sequence Listing To The United
States Receiving Office Under. PCT Administrative
Instructions - Part 8." This document must be separate
and apart from any other transmittal letter or form,
and include the following information:

(1) Name of Applicant
(2) Applicant's or Agent's File Reference Num

ber
en Title of Invention
(4) Name of Sequence Listing File (as per CD

directory)
(5) Size of Sequence Listing File (in bytes or

kilobytes as per CD directory)
(6) Date of Sequence Listing File (as per CD

directory)
(7) Statement that the four (4) submitted copies

Ofthe Sequence Listing are identical
(8) Contact information for CD readability test

ing

©
Filed With: ROmS under PCT AI § 801(a)

Date Recorded: 17 March 2001
Operating System:Ms-windcws

The electronic medium itself must be neatly labeled
with the required information. Labeling of the protec
tive case is recommended, but not required. Sequence
listings submitted for correction, rectification, or
amendment must satisfy the additional labeling
requirements Of Administrative Instructions Section
802(b).

The CDs shall contain only the sequence listing
part. No tables, programs, or explanatory files shall
appear on the same CD as the sequence listing. The
sequence listing file must be in compliance ,with the
American Standard Code for Information Interchange
(ASCII) and formatted in accordance with Adminis
trative Instructions Annex C, paragraph 41.. No file
compression, copy protection, or encryption tech
niques are permitted.

An . example of a properly labeled electronic
medium appears below.

(8) If the Sequence Listing file consumes more
than one CD, an indication such as "DISK 1/3",
"DISK 2/3", and "DISK 3/3"
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COMPACT DISC TRANSMITTAL FORM For Receiving Office Use Only

FOR SUBMISSION OF SEQUENCE LISTING TO
THE UNITED STATES RECEIVING OFFICE UNDER
peT ADMINISTRATIVE INSTRUCTIONS';' PART 8 International Aonlication Nwnber

For Receiving Office Use Only For Receiving Office Use Only

Date of transmission back to aonllcent Date of receint in ROIUS CDs received

INTERNATIONAL APPLICATION DATA .

Name of Applicant:
•.

Applicant's or Agent's File Reference Number:

Title of Invention:

APPLICANT'S CONTACT INFORMATION SEQUENCE LISTING FILE ON CD

Name of Contact: Name ofFile (as per CD directory):
..

Telephone Number: Size ofFile (in bytes or kilobytes):

Facsimile Number: Date ofFile (as per CD directory):

STATEMENT

I hereby certify that the four copies ofthe Sequence Listing submitted herewith are identical.

Signature of Applicant, Agent, or Common Representative:

Name of Person Signing:

For Receiving Office Use Only

ACKNOWLEDGEMENT OF RECEIPT OF FILES ON COMPACT DISC

The Sequence Listing file identified on this Compact Disc Transmittal Form was received by the
ROfUS and tested ona USPTO computer with the following results.

COPY 1
COPY 2
COPY 3
CRF:

o READABLEo READABLEo READABLEo READABLE

(name of tester)

o UNREADABLEo UNREADABLEo UNREADABLEo UNREADABLE

o MISSINGo MISSINGo MISSINGo MISSING

(date)

Ifone or more copies of the Sequence Listing file is indicated as "UNREADABLE" or "MISSING" above:

o Applicant must file __ replacement copies along with a statement that
the replacement copies contain no new matter within __ days from
the transmission date of this Acknowledgement.

D The ROIUS will produce the necessary replacement copies. Applicant must
pay a service charge of$ within __ month(s) from the
transmission date of this Acknowledgement.
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BoxPCT

Assistant Commissioner of Patents

(a) SubmissionWithout Request for Expedited
Readability Testing arid Notification

When expedited readability testing and notification
is not being requested (see subsection (b) below), the
entire international application, including. the items
set forth in subsection II.A.1.(a) and (b) above, should
be mailed to:

PCT Article 6.
The Claims

PCT Rule 6.
The Claims

The claim or claims shall define the matter for which protec
tion is sought. Claims shall be clear and concise. They shall be
fully supported bythe description.

6.I.Number and Numbering of Claims

(a) The number of the claims shall be reasonable in consid
eration' of the nature of the invention claimed.

(b)"If there are several Claims, they shall be numbered con
secutively in Arabicnumerals.

(c) The method of numbering in the case of the amendment
of claims shall be governedby the AdministrativeInstructions.

Arlington, VA 22202

PCT Operations Receptionist

CrystalPlaza 2 - 8th Floor

2011 South Clark Place

1824 The Claims

section ILA.1.(a) and (b) above, are to be hand
delivered to:

Where to Submit

The manner of submission of the application
depends on whether or not the applicant wishes to
have readability testing of the CD expedited. The ROt
US will test the readability of the seqnence listing part
snbmitted on CD media irrespective of whether or not
expedited service (see subsection (b) below) is
requested. The test will verify the "readability" of the
data on the CD, but it will not verify compliance with
other requirements of the international application,
which will be evaluated by the ROIUS in due course.
After the readability test has been performed, the ROt
US will transmit an "Acknowledgement of Receipt of
Files on Compact Disc" to applicant via facsimile.

2.

Washington, DC 20231 6.2.References to Other Parts of the International Applica
tion

(b) Requesting Expedited Readability Testing
and Notification

To encourage use of CD media for submission, the
ROIUS will expedite the testing andnotification pro
cedure upon request by the applicant. Under the expe
dited procedure, the ROIUS will perform a readability
test and transmit the "Acknowledgement of Receipt
of Files on Compact Disc" to applicant via facsimile
within 3 working days. There is no charge for the
expedited service.

To request the expedited service, applicant must
schedule hand delivery of. the entire international
application, including the CDs and transmittal letter
set forth in subsection II.A.1.(a) and (b) above, by
contacting the PCT Operations Receptionist on (703)
305-3165. Once applicant has scheduled delivery with
the PCT Operations Receptionist, the entire interna
tional application, including the items set forth in sub-

(a) Claims shall 'not, except where absolutely necessary, rely,
in respect of the technical features of the invention, on references
to the description or drawings. In particular, they shall not rely on
such references as: "as described in part ... of the description," or
"as illustratedin figure ... of the drawings."

(b) 'Where the international application contains drawings,
the technical features mentioned in the claims shall preferably be
followed by the reference signs relating to such features. When
used, the reference signs shall preferably be placed between
parentheses. If inclusion of reference signs does not particularly
facilitate quicker understanding of a claim, it should not be made.
Reference signsmaybe removed by a designated Office for the
purposes of publication by such Office.

6.3.Manner ofClaiming

(a) The definition of the matter for which protection is
sought shall be in terms of the technical features of the invention.

(b) Whenever appropriate, claims shall contain:

(i) a statement indicating those technical features of the
invention which are necessary for the definition of the claimed
subject matter but which, in combination, are part of the prior art,
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(li) a characterizing portion - preceded by, the words
"characterized in that," "characterized by," "wherein the improve
ment comprises," or any other words to the same effect - stating
concisely the technical features which, in combination with the
features stated under (i), it is desired to protect.

(c) Where the national law of the designated State does not
require the manner of claiming provided for in paragraph (b), fail
ure to use that manner of claiming shall have no .effect in that
State provided the manner of claiming, actually used satisfies the
national law of that State.

6.4.Dependent Claims

(a) Any claim which includes all the features of one or more
other claims (claim in dependent form, hereinafter referred to as
"dependent claim") shall do so by a .reference, if-possible at the
beginning, to the other claim or claims and shall then state' the
additional features claimed. Any dependent claim which refers to
more than one other claim ("multiple dependent claim") shall
refer to such claims in the alternative only. Multiple dependent
claims shall not serve as' a basis for any other multiple dependent
claim. Where the national law of the national, Office, acting as
International Searching Authority does not allow multiple depen
dent claims to be drafted in a manner different from that provided
for in the preceding two sentences, failure to use that manner of
claiming may result in an indication under Article 17(2)(b) inthe
international search report. Failure to use the said manner of
claiming shall have no effect in a designated State if the manner of
claiming actually used satisfies the national law ofthat State.

(b) Any dependent claim shall be construed as inclnding all
the limitations contained in the claim to which it refers or, if the
dependent claim is a multiple dependent claim, all the limitations
contained in the particular claim in relation to which it ts consid
ered.

(c) All dependent claims referring back to a single previous
claim, and all dependent claims referring back to 'several previous
claims, shall be grouped' together' to the extent and iii the most
practical way possible.

6.5. Utiiity Models
Any designated State in Which the grant of a utility model is

sought on the basis of an international application may, instead of
Rules 6.1 to 6.4, apply in respect of the matters regulated in those
Rules the provisions of its national law concerning utility models
once the processing of the international application has started in
that State, provided that the' applicant shall be allowed at least two
months from the expiration of the time limit applicable' under
Article 22 to adapt his application to the requirements of the said
provisions of the national law.

PCT Administrative Instruction Section 205.
Numbering and Identification of Claims Upon Amendment

(a) Amendments to the claims under Article:l9 or Article
34(2)(b) may be made either by cancelling one or more entire
claims, by adding one or more new claims or by amending the text
of one or more of the claims as filed. All the claims appearing on a
replacement sheet shall be numbered in Arabic numerals. -Where a

claim is, cancelled; no renumbering of the other claims shall be
required. In all cases where claims are renumbered, they shall be
renumbered consecutively.

(b) The applicant shall, ,in the letter referred to in the second
and third sentences of Rule 46.5(a)or in the second and, fourth
sentences of Rule 66.8(a), indicate the differences between the
claims' as 'filed and the claims as amended. He shall, in particular;
indicate in the said Ietten.in connection with each claim appearing
in the international application (it being understood that identical
indications concerning several claims may be grouped), whether:

(i)",the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the plaim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as
filed.

37 CFR 1.436. The ciaims.
The requirements as to the content and format of claims are set

forth in peT Art. 6 and PCT Rules 6, 9, 10 and 11 and shall be
adhered to. The number of the claims shall be reasonable, consid
ering the nature of the invention claimed.

The claim or claims must "define the matter for
which protection is sought" Claims must be clear and
concise. They must be fully supported by the descrip
tion. PCT Rule 6 contains detailed requirements as to
the number and numbering of claims, the extent to
which any claim may refer to other.parts of the inter
national application, the manner of claiming, and
dependent claims. As to the manner of claiming, the
claims must, whenever appropriate, be in two distinct
parts; namely, the statement of the prior art and the
statement of the features for which protection is
sought ("the characterizing portion").

The physical requirements for the claims are the
same as those for the description. Note that the claims
must commence on a new sheet.

The procedure for rectification of obvious errors is
explained in MPEP § 1836. The omission of an entire
sheet of the claims cannot be rectified without affect
ing the intemational filing date. It is recommended
that a request for rectification of obvious errors in the
claims be made only if the error is liable to affect the
international search; otherwise, the rectification
should be made by amending the claims.

The claims can be amended during the international
phase under PCT Article 19 On receipt of the interna
tional search report, during international preliminary
examination if the applicant has filed a Demand, and
during the national phase.
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Multiple dependent claims are permitted in interna
tional applications before the United States Patent and
Trademark Office as an International Searching and
International Preliminary Examining Authority oras a
Designated or Elected Office, if they are in the alter
native only and do not serve as a basis for any other
multiple dependent claim (PCT Rule6.4(a), 35 U.S.C.
112). The claims, being an element of the application,
should start on a new page (PCT Rule 11.4). Page
numbers and line numbers must not be placed in the
margins (PCT Rule 11.6(e)).

The number of claims shall be reasonable, consid
ering the nature of the invention claimed (37 CPR
1.436 ).

1825 The Drawings

PCT Article 7.
The Drawings

(1) Subject to the provisions of paragraph (2)(ii), drawings
shall be required when they are necessary for the understanding of
the invention.

(2) Where, without-being necessary-for the understanding 'of
the invention,the nature of the invention admits of illustration by
drawings:

(i) the applicant may include such drawings in the inter
national' application when filed.

(ii) any designated Office may require 'that the' applicant
file such drawings with it within the prescribed time limit.

PCT Rule 7.
The Drawings

7.1.Flow Sheets and Diagrams
Flow sheetsand diagrams are considered drawings.

7.2.Time Limit
The time limit referred to in Article 7(2)(ii) shall be reasonable

under the circumstances of the case and shall, in no: case, be
shorter than two months from the date of the written. invitation
requiring the filing of drawings or additional drawings under the
said provision.

PCT Rule 11.
Physical Requirements.of the International Application

*****

11.5.Size ofSheets
The size of the sheets shall beA4 (29.7 em x 21 em). How

ever, any receiving Office may accept international applications
on sheets of other size~ provided that the record~opy, as transmit
ted to the International Bureau, and, if the competent International
Searching Authority so desires, the search copy; shall be of A4

size.

1l.6.Margins

*****

(c) -Onsheets containingdrawings, thesurface usable shall
not exceed 26.2 cm x '17.0 em. We sheets shall not contain frames
around the usable' or used surface. We minimum margins shall be
as follows:

'~ top: 2.5 em
- left side: 2.5 em
- right side: 1.5 cm
- bottom: 1.0 ern

*****

ll.ll.Words in Drawings
(a): The drawings shall not contain text matter, 'except a single

word .. or words" when absolutely .indispensable, such as "water,"
"steam," "open," "closed," "section.on.Als.vand, in the case of
electric circuits and block schematic or flow sheet diagrams, a few
short catchwords indispensable for understanding.

(b) Any words used shall be so placed that, if translated, they
may be pasted over without-interfering with any lines of the draw
ings.

*****

1l.13.Special Requirements for Drawings

(a) Drawings shall be executed in durable, black, sufficiently
dense and dark, uniformly thick and well-defined, lines and
strokes without colorings.

(b) Cross-sections shall be indicated by oblique hatching
which should not impede the clear reading of the reference signs
and leading lines;

(c) The scale of the drawings and the distinctness of their
graphical execution shall be such that a photographic reproduction
with a linear reduction in size to two-thirds would enable all
details to be distinguished without difficulty.

(d) When, in exceptional cases, the scale is given on a draw
ing, it shall be represented graphically.

(e) All numbers, letters and reference Iines; appearing on the
drawings, shall be simple and clear. Brackets, circles or inverted
commas shall not be used in association with numbers and letters.

(f) Alllines in the drawings shall, ordinarily, be drawn with
the aid of drafting instruments.

(g) Each element of each figure shall.be in proper proportion
to each of the other elements in the figure, except where the use of
a different proportion is indispensable for the clarity of the figure.

(h) The height of. the. numbers and, letters shall not be less
than 0.32 ern. For the lettering of drawings, the Latin and, where
customary, the Greek alphabets shall be used.

(i) The same sheet of drawings may contain several figures.
Where figures on two or more sheets form .in effect a single com
plete figure, the figures on the several sheets shall be so arranged
that the complete- figure can be assembled without concealing any
part of any of the figures appearing on the various sheets.

(j) The different .figures shall be arranged on a sheet or
sheets without wasting space, preferably in an upright position,
clearly separated from one another. Where the figures are not
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arranged in an upright position, they shall be presented sideways
with the top of the figures at the left side of the sheet.

(k) The differentfigures shall be numbered in Arabic numer
als consecutively and independently of the numbering of the
sheets.

(1) Reference signs not mentioned in the description shall
not appear in the drawings, andvice versa.

(m) The same features, when denoted by reference signs,
shall, throughout the international application, be denoted by the
samesigns.

(n) If the drawings contain a large number of reference
signs, it is stronglyrecommended to attach a separate sheet listing
all reference signs andthe features denotedby them.

*****
37 CFR 1.437. The drawings.

(a) Subject to paragraph (b) of this section, when drawings
are necessary for the understanding of the invention, or are men
tioned in the description, they must be part.of an international
application as. originally filed in the United States Receiving
Office in ordertorriaintain the international filing date duringthe
national stage (PCT Art. 7).

(b) Drawings missing from the application upon filing will
be accepted if such drawings are received within 30 days of the
date of firstreceipt of the incompletepapers.If the missing draw
ings arereceived within the 30-day period, the international filing
date shall be the dateon which such drawingsarereceived. If such
drawings arenot timely received, all, references to drawings in the
international application shall be considered non-existent (peT
Art. 14(2), Administrative Instruction 310).

(c) The physical requirements for drawings are set forth in
PCT Rule 11 and shall he adhered to.

The international application must contain draw
ings when they are necessary for the understanding of
the invention. Moreover where, without drawings
being actually necessary for the understanding of the
invention, its nature admits of illustration by draw
ings, the applicant may include such drawings and
any designated Office may require the applicant to file
such drawings during the national phase. Flow sheets
and diagrams are considered drawings. "Guidelines
for Drawings Under the Patent Cooperation Treaty,"
published in the PCl' Gazette (No. 711978), may be
obtained, in English and French, from the Interna
tional Bureau.

Drawings must be presented on one or more sepa
rate sheets. They may not be included in the descrip
tion, the claims or the abstract. They may not contain
text matter, except a single word or words when abso
lutely indispensable. Note that if the drawings contain
text matter not in English but in a language accepted
under PCT Rule 12.I(a) by the International Bureau
as a Receiving Office, the international application

will be transmitted to the International Bureau for
processing in its capacity as a Receiving Office. See
37 CFR 1.412(c)(6)(ii). If the drawings contain text
matter not in a language accepted under PCT Rule
12.I(a) by the International Bureau as a Receiving
Office, the application will be denied an international
filing date.

All lines in the drawings must, ordinarily, be drawn
with the aid of a drafting instrument and must be exe
cuted in black, uniformly thick and well-defined lines.
PCT Rules 11.10 to 11.13 contain detailed require
ments as to further physical requirements of drawings.
Drawings newly executed according to national stan
dards may not be required during the national phase if
the drawings filed with the international application
comply with PCT Rule 11. The examiner may require
new drawings where the drawings which were
accepted during the international phase did not com
ply with PCT Rule II. A file referencemay be indi
cated in the upper left comer on each sheet of the
drawings as for the description.

All of the figures constituting the drawings must be
grouped together on a sheet or sheets without waste of
space, preferably in an upright position and clearly
separated from each other. Where the drawings or
tables cannot be presented satisfactorily in an upright
position, they may be placed sideways, with the tops
of the drawings or tables on the left-hand side of the
sheet.

The usable surface of sheets (which must be of A4
size) must not exceed 26.2 em x 17.0 ern. The sheets
must not contain frames around the usable surface.
The minimum margins which must be observed are:
top and left side: 2.5 em; right side: 1.5 em; bottom:
1.0 ern.

All sheets of drawings must be numbered in the
center of either the top or the bottom of each sheet but
not in the margin in numbers larger than those used as
reference signs in order to avoid confusion with the
latter. For drawings, a separate series of page num
bers is to be used. The number of each sheet of the
drawings must consist of two Arabic numerals sepa
rated by an oblique stroke, the first being the sheet
number and the second being the total number of
sheets of drawings. For example, "2/5" would be used
for the second sheet of drawings where there are five
in all.
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Different figures onthe sheets of drawings must be
numbered in Arabic numerals consecutively and inde
pendently of the numbering of the sheets and, ifpossi
ble,.in the order in which they appear. This numbering
should be preceded by the expression "Fig."

The PCT makes no provision for photographs.
Nevertheless, they are allowed by the International
Bureau where it is impossible to present in a drawing
what is to be shown (for instance, crystalline stmc
tures). Where, exceptionally, photographs are subntit
ted, they must be on sheets of A4 size, they must be
black and white, and they must respect the ntinimurn
margins and admit of direct reproduction. Color pho
tographs are notaccepted.

The procedure for rectification of obvious errors in
the drawings is explained in MPEP § 1836. The omis
sion of an entire sheet of drawings cannotbe rectified
without affecting the international filing date.
Changes other than the rectification.of obvious errors
are consideredamendments.

The drawings can be amended during the interna
tional phase only if the applicant files a Demand for
international prelintinary exantination. The drawings
can also be amended during the national phase.

If drawings are referred to in an international appli
cation and are not found in the search copy file, the
exantiner should refer the application to a Special
Program Exantiner in his or her Technology Center.
See Adntinistrative Instmctions Section 310.

1826 The Abstract

PCT Rule 8.
The Abstract

8.1.Contents and Form of the Abstract

(a) The abstract shall consist of the following:
(i) a summary of the disclosure as contained in the

description, the claims, and anydrawings; the summary shall indi
cate the technical field to which the invention pertains and shall be
drafted in a way which allows the clear understanding of the tech
nieal problem,_the gist of the solution of that problem through the
invention, and the principal use or uses of the invention;

(ii) -where applicable, the chemical formula which, among
all the fonnulaecontained in the international application, best
characterizes the invention.

(b) The abstract shall be as concise as the disclosure permits
(preferably 50 to 150 words if it is in English or when translated
into English).

(c) The abstract shall not contain statements on the alleged
merits or value of the claimed invention or on its speculative
application.

(d) Each main technical feature mentioned in the abstract
and illustrated by a drawing in the international application shall
be,followed by a reference, sign, placed between parentheses.

8.2.Figure

(a) lithe applicant fails to make the indication referred to in
Rule 3.3(a)(iii), or if the International Searching Authority finds
that a figure or figures other than th,at,figure or those figures sug
gested by the applicant would, among all the figures of all the
drawings, better characterize the invention, it shall, subject to
paragraph (b): indicate the figure or figures which should accom
pany the abstract when the latter is published by the International
Bureau. In such case, the abstract shall be accompanied by the fig
ure or figures so indicated by the International Searching Author
ity. Otherwise, the abstract shall, subject to paragraph (b), be
accompanied by the figure or figures suggested by the ,applicant.

(b) If the International Searching Authority finds that none
of the figures of the-drawings is useful for the understanding of
the abstract, it shall notify the International Bureau accordingly. In
such case, the abstract, when published' by 'the International
Bureau, shall' not 'be accompanied by 'any figure of the drawings
even where the applicant has made a suggestion under Rule
3.3(a)(iii).

8.3.Guiding Principles in Drafting
The abstract'shall be so drafted that it can efficiently serve as a

scanning tool for purposes of searching in the particular art, espe
cially 'by assisting the scientist, engineer or researcher in formulat
ing ail opinion on whether there is a need, for consulting the
international application itself.

37 CFR 1.438. The abstract.
(a) Requirements as to the content and form of the abstract

are set forth in peT Rule 8, and shall be adhered to.
(b) Lack of an abstract upon filing of an international appli

cation will not affect the granting of a filing date. However, failure
to furnish an abstract within one month from the date of the notifi
cation by the Receiving Office will result in the international
application being declared withdrawn.

The abstract must consist of a summary of the dis
closure as contained in the description, the claims and
any drawings. Where applicable, it must also contain
the most characteristic chentical formula. The abstract
must be as concise as the disclosure permits (prefera
bly 50 to 150 words if it is in English or when trans
lated into English). National practice (see MPEP
§ 608.0l(b)) also provides a maximum of 150 words
for the abstract. See 37 CFR 1.n(b). The PCT range
of 50 - 150 words is not absolute but publication prob
lems could result when the PCT lintit is increased
beyond the 150 word limit. Maintaining the peT
upper lintit is encouraged. As a rule of thumb, it can
be said that the volume of the text of ·the abstract,
including one of the figures from the drawings (if
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any), should not exceed what can be accommodated
on an A4 sheet of typewritten matter, 1 1/2 spaced.
The abstract of the international application as filed
mnst begin on a new sheet following the claims
(Administrative Instructions Section 207). The other
physical requirements must correspond to those for
the description. The abstract must be so drafted that it
can efficiently serve as a scanning tool for the pur
poses of searching in the particular art. These and
other requirements concerning the abstract are spelled
out in detail in PCT Rule 8. Useful guidance can be
obtained from the "Guidelines for the Preparation of
Abstracts Under the Patent Cooperation Treaty," pub
lished in the PCT Gazette (No. 5/1978). Those Guide
lines may be obtained, in English and French, from
the International Bureau.

The abstract should be primarily related to what is
new in the art to which the invention pertains. Phrases
should not be used which are implicit, (for instance,
"the invention relates to ..."), and statements on the
alleged merits or value of the invention are not
allowed.

Where the receiving Office finds that the abstract is
missing, it invites the applicant to furnish it within a
time limit fixed in the invitation. The international
application is considered withdrawn if no abstract is
furnished to the receiving Office within the time limit
fixed. Where the receiving Office has not invited the
applicant to furnish an abstract, the International
Searching Authority establishes one. The same
applies where the abstract does not comply with the
requirements outlined in the preceding paragraphs.
Where the abstract is established by the International
Searching Authority, the applicant may submit com
ments on it within 1 month from the date of mailing of
the international search report, (PCT Rule 38.2(b)).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words. Should contain:

(A) Indication of field of invention.
(B) Clear.indication of the technical problem.
(C) Gist of invention's solution of the problem.
(D) Principal use or uses of the invention.
(E) Reference numbers of the main technical fea

tures placed between parentheses.
(F) Where applicable, chemical formula which

best characterizes the invention.

Should not contain:

(A) Superfluous language.
(B) Legal phraseology such as "said" and

"means."
(C) Statements of alleged merit or speculative

application.
(D) Prohibited items as defined in PCT Rule 9.

1827 Fees

A complete list of Patent Cooperation Treaty fee
amounts which are to be paid to the United States
Patent and Trademark Office, for both the national
and international stages, can be found at the beginning
of each weekly issue of the Official Gazette of the
United States Patent and Trademark Office and on the
PCT Legal Office page of the USPTO web site (see
MPEP § 1730). Applicants are urged to refer to this
list before submitting any fees to the USPTO.

Pursuant to PCT Rules l4.l(c), l5.4(a), and l6.l(f),
the basic, transmittal, and search fee payable is the
basic, transmittal, and search fee in effect on the filing
date of the international application. See 37 CFR
1.43l(c).

1828 Priority Claim and Document

An applicant who claims the priority of one or more
earlier national or international applications for the
same invention must indicate on the Request, at the
time of filing, the country in or for which it was filed,
the date of filing, and the application number. See
PCT Article 8 and PCT Rule 4.10 for priority claim

particulars and PCT Rule 90bi'.3 for withdrawal of
priority claims. Note that under PCT Rule 4.10, an
applicant may claim the priority of an application
filed in or for a State which is a Member of the World
Trade Organization (WTO), even if that State is not
party to the Paris Convention for the Protection of
Industrial Property (Paris Convention). However, a
PCT Contracting State that is not a Member of the
WTO would not be obliged to recognize the effects of
such a priority claim.

Effective July 1, 1998, applicant may correct or add
a priority claim by a notice submitted to the Receiving
Office or the International Bureau within 16 months
from the priority date, or where the priority date is
changed, within 16 months from the priority date so
changed, whichever period expires first. All priority
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claim additions or changes must, however, be submit
ted no later than 4 months from the international filing

date. PCT Rule 26bis.1 arid 37 CFR 1.451 and 1.465.
Under the PCT procedure, the applicant may file

the certified copy of the earlier filed national applica
tion together with the international application in the
receiving Office for transmittal with the record copy,
or alternatively the certified copy may be submitted
by the applicant to the International Bureau or the
receiving Office not later than 16 months from the pri
ority date or, if the applicant has requested early pro
cessing in any designated Office, not later than the
time such processing or examination is requested. The
International Bureau will normally furnish copies of
the certified copy to the various designated Offices so
that the applicant will not normally be required to
submit certified copies to each designated Office.

For use of the priority document in national stage
applications filed under 35 U.S.C. 371, see MPEP
§1893.03(c).

1830 International Application
Transmittal Letter

A PCT international application transmittal letter,
Form PTO-1382, is available free of charge for appli
cants to use when filing PCT international applica
tions with the United states Receiving Office. The
form is intended to simplify the filing of PCT interna
tional applications by providing a one-page letter
which covers the most common requests and concerns
of applicants. Specifically covered are:

(A) Requests under 37 CFR 1.451 for preparation
and transmittal to the International.Bureau of certified
copies of the U.S. national applications, the priority of
which is claimed in international application;

(B) Choice of Searching Authority to conduct the
international search. Applicants may choose eitherthe
U.S. Patent and Trademark Office or the European
Patent Office as the International Searching Authority.

(C) Authorizations for any required additional
search fees requested by the United States, Interna
tional Searching Authority to be charged to a Deposit
Account subject to oral confirmation of the authoriza
tion. It should be noted that if the European Patent
Office is chosen as the Searching Authority, any sup
plemental search fees requested by that Office are
payable directly to the European Patent Office.

(D) Indications of information concerning differ
ences in disclosure, if any, between the international
application and related applications to assist in deter
mining any foreign transmittal licensing requirements
as well as for other purposes; and

(E) Requests for foreign transmittal license.

1832 License Request for Foreign
Filing Under the rcr

A license for foreign filing is not required to file an
international application in the United States Receiv
ing Office but may be required before the applicant or
the U.S. Receiving Office can forward a copy of the
international application to aforeign patent office, the
International Bureau or other foreign authority (35
U.S.C. 368, 37 CFR 5.1 and 5.11). A foreign filing
license to permit transmittal to a foreign office or
international authority is not required if the interna
tional application does not disclose subject matter in
addition to that disclosed in a prior U.S. national
application filed more than 6 months prior to the fil
ing of the international application (37 CFR 5.11(a».
In all other instances (direct foreign filings outside the
PCT or filings in a foreign receiving Office), the
applicant should petition for a license forforeign fil
ing (37 CFR 5.12) and if appropriate, identify any
additional subject matter in the internationalapplica
tion which was not in the earlier U.S. national appli
cation (37 CFR 5.14 (c». This request and disclosure
information may be supplied on the PCT international
application transmittal letter, Form PTO-1382.

If no petition or request for a foreign filing license
is included in the international application, and it is
clear that a license is required because of the designa
tion of foreign countries and the time at which the
Record Copy must be transmitted, it is current Office
practice to construe the filing of such an international
application to include a request for a foreign filing
license. If the license can be granted, it will be issued
without further correspondence. If no license can be
issued, or further information is required, applicant
will be contacted. The automatic request for a foreign
filing license does not apply to the filing of a foreign
application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international
application, the application will not be forwarded
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to the International Bnreau as long as the secrecy
order remains in effect (pCT Article 27(8) and 35
U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn
(abandoned) because the Record Copy of the interna
tional application was not received in time by the
International Bureau (37 CFR 5.3(d), PCT Article
12(3), and PCT Rule 22.3). It is, however, possible to
prevent abandonment as to the United States of Amer
ica if it has been designated, by fulfilling the require
ments of 35 U.S.c. 371(c).

1834 Correspondence

retRule 92.
Correspondence

92.LNeedfor Letter and for Signature
(a) Any paper submitted by the applicant in the course of the

international procedure provided for in the Treaty and these Regu
lations, other than the international application itself, .shall, if not
itself in the form of a letter. be accompanied by a letter identifying
the international application to which it relates. The letter shall be
signed by the applicant.

(b) If the requirements provided for in paragraph (a) are not
complied with, the applicant shall be informed as to the non-com
pliance and invited to remedy the omission within a time limit
fixed in the invitation. The time limit so fixed shall be reasonable
in the circumstances; even where the time limit so fixed expires
later than the time limit applying-to the furnishing of the paper (or
even if the latter time limit has already expired), it shall not be less
than 10 days and not more than one month from the mailing of the
invitation. If the omission is remedied within the time limit fixed
in the invitation, the omission shall be disregarded; otherwise, the
applicant shall be informed that the paperhas beendisregarded.

(c) Where non-compliance with the requirements provided for
in paragraph (a) has been overlooked and the paper taken into
account in the international procedure, the non-compliance shall
be disregarded.

92.2.Languages

(a) Subject to Rnles 55.1 and 66.9 and to paragraph (b) of
this Rule, any letter or document submitted by the applicant to the
International Searching Authority or the International Preliminary
Examining Authority shall be in the same language as the interna
tional application to which it relates. However, where a translation
of the international application has been transmitted under Rule
23.1(b) or furnished under Rule 55.2, the language of such trans
lation shall be used.

(b) Any letter from the applicant to the International Search
ing Authority or the International Preliminary Examining Author
ity may be in a language other than that of the international
application, provided the said Authority authorizes the use of such
language.

(c) [Deleted]

(d) Any letter from the applicant to the International Bureau
shall be in English or French.

(e) Any letter or notification from the International Bureau
to the applicant or to any national Office shall be in English or
French.

*****
peT Administrative Instruction Section 105.

Identification ofInremationat.Application With "lWo or
More Applicants

Where any international. application indicates two or more
applicants, it shall be sufficient, for the purpose of identifying that'
application, to indicate, in any Form or correspondence relating to
such .application, the name of the applicant flrst named in .the
request-The provisions of the first sentence of this:Section do not
apply to the demand or to a notice effecting later elections.

NOTIFICATION UNDER PCT RULE 92.1(b) OF
DEFECTS WITH REGARD TO CORRESPON·
DENCE

If the Office finds thatpapers, other than the inter
national application itself, are not accompanied by a
letter identifying the international application to
which they relate, or are accompanied by an unsigned
letter, or are furnished in the form of an unsigned let
ter, it notifies the applicant and invites him or her to
remedy the omission. The Office disregards the said
papers or letter if the omission is not remedied within
the time limit fixed in the invitation (PCT Rule
92.I(b)). If the omission has been overlooked and the
paper taken into account, the omission is disregarded.

CORRESPONDENCE ADDRESS

Where there is a sole applicant without an agent in
an international application, correspondence will be
sent to the applicant at his or her indicated address;
or, if he or she has appointed one or more agents, to
that agent or thefirst-mentioned of those agents; or, if
he or she has not appointed an agent but has indicated
a special address for notifications, at that special
address.

Where there are two or more applicants who have
appointed one or more common agents, correspon
dence willbe addressed to that agent or the first-men
tioned of those agents. Where no common agent has
been appointed, correspondence will be addressed to
the common representative (either the appointed com
mon representative or the applicant who is considered
to be the common representative (PCT Rule 90.2) at
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the-indicated address; or,if the common representa
tive has appointed one or more agents, to that agentor
thefirst-mentioned ofthose agentsvor, if thecormnon
representative has not appointed an agent but hasindi
cated a special address for notifications, at that
address.

FILING OF CORRESPONDENCEBY MAIL

The "Express Mail" procedure set forth at 37 CFR
1.10 applies to "[a]ny correspondence received by the
Patent and Tr,ademark Office:" Accordingly. papers
filed with, the USPTO in international applications
will be accorded by the U.S. Patent and Trademark
Office the date of deposit with the United States
Postal Service as shown on the "date-in" on the
"Express ,Mail" .. mailing label as the date of filing, in
the USPTO if the provisions of 37 CFR 1.10 are com
plied with. See MPEP § 513.

If there is a question regarding the date of deposit,
the Express Mail provisions of 37 CFR 1.1O(c)-(e)
reqnire; in addition to using the "Express Mail Post
Office to Addressee" service, an indication of the
"Express Mail" mailing label number on each paper
or fee. In situations wherein the correspondence
includes several papers directed to the same applica
tion (for example, Request, description, claims,
abstract, drawings, and other papers) the correspon
dencemay be submitted with a cover or transmittal
letter, Which should itemize the papers; The cover or
transmittal letter must have the "Express Mail" mail
ing label number thereon.

The certificate of mailing by first class mail proce
dure set forth at 37 CFR 1.8 differs from the 37CFR
1.10 Express Mail procedure. See 37 CFR
1.8(a)(2)(i)(D) and (E). It is important to understand
that the 37 CFR 1.8 certificate of mailing procedure
CANNOT be used for filing any papers during the
international stage if the date of depositis desired, If
the 37 CFR 1.8 certificate of mailing procedure is
used, the paper and/or fee will be accorded the date of
receipt in the USPTO unless the receipt date falls ona
Saturday, Sunday, or Federal holiday in which case
the date of receipt will be the next succeeding day
which is not a Saturday, Sunday, or Federal holiday
(37 CFR 1.6(a)(3». Accordingly, the certificate of
mailing procedures of 37 CFR 1.8 are not available to
have a submission during the international stage con-

sidered as timely filed if the submission is not physi
cally received at the USPTO on or before the due date.

1834.01 Use of Telegraph, Teleprinter,
Facsimile Machine

PCT Rule 92A,provides that a national Office may
receive documents by telegraph, teleprinter, or fac
simile machine. However, .the United. States Patent
and Trademark Office has not informed the Interna
tional Bureau that it accepts such submissions other
than facsimile transmissions. Accordingly, applicants
may not currently file papers in international applica
tions with the United States Patent and Trademark
Office via telegraph or teleprinter.

Generally, any paper may be filed by facsimile
transmission with certain exceptions which are identi
fied in 37 CFR 1.6(d). It should be noted that a fac
simile transmission ora document is not permitted
and, if submitted, will not be accorded a date of
receipt ifthe document is:

(A) Required by statute to be certified;
(B) A drawing submitted under 37 CFR 1.437;
(C) Aninternational application forpatent; or
(D) A copy, of the international application and

the basic national .Iee necessary to enter the national
stage, as specified in 37 CFR 1.494(b) or 37 CFR
1.495(b).

Facsimile transmission may be used to submit sub
stitute sheets (other than. drawings), extensions of
time, power of attorney, fee authorizations (other than
the basic national fee), confirmation of precautionary
designations, Demands, response to written opinions,
oaths Or declarations, petitions, and translations in
international applications.

A Certificate of Transmission may be used as pro
videdin 37 CFR 1.8(a)(I) except in the instancesspe
cificallyexcluded in 37 CFR' 1.8(a)(2). Note
particularly that the Certificate of Transmission can
not be used for the filing of an international applica
tion for patent or correspondence in an international
application before the U.S. Receiving Office, the U.S.
International Searching Authority, Or the U.S. Interna
tional Preliminary Examining Authority. Guidelines
for facsimile transmission are clearly set forth in 37
CFR 1.6(d) and shonld be read before transmitting by
facsimile machine.
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A signature on a document received via facsimile in
a permitted situation is acceptable as a proper signa
ture. See PCT Rule 92.4(b) and 37 CFR 1.4(d)(I)(ii).

The receipt date of a document transmitted via fac
simile is the date in the USPTO on which thetrans
mission is completed, unless the receipt date is a
Saturday, Sunday, or Federal holiday in which case
the date of receipt will be the next succeeding day
which is not a Saturday, Sunday, or Federal holiday
(37 CFR 1.6(a)(3». See 37 CFR 1.6(d). Where a
document is illegible or part of the document is not
received, the document will be treated as not received
to the extent that it is illegible or the transmission
failed. See PCT Rule 92.4(c).

1834.02 Irregularities in the Mail Service

ret Rule 82.

Irregularities in the Mail Service

82.1.Delay or Loss in Mail

(a) Any interested Party may offer evidence that he has
mailed the document or letter five days prior to the expiration of
the .time limit. Except in. cases where surface mail normally
arrives at its destination within two days of mailing, or where no
airmail service is available, such evidence may be offered only if
the mailing was by airmail. In any case, evidence may be offered
only if the mailing was by mail registered by the postal authori
ties.

(b) If the mailing, in accordance with paragraph (a), of a
document or .letter is proven to the satisfaction of the national
Office or intergovernmental organization which is the addressee,
delay in arrival shall be excused, or, if the document or letter is
lost in the mail, substitution for it of a new copy shall be permit
ted, provided that the interested party proves to the satisfaction of
the said Office or organization that the document or letter offered
in substitution is identicalwith the document or letter lost.

(c) In the cases provided for in paragraph (b), evidence of
mailing within the prescribed time limit, and, where the document
or letter was lost, the substitute document or letter as well as the
evidence concerning its identity with the document' or letter lost
shall be submitted within one month after the date on which the
interested party noticed or with due diligence should have noticed
the delay or the loss, and in no case later than six months after the
expiration of the time limit applicable in the given case.

(d) Any national Office or intergovernmental organization
which has notified the International Bureau that it will do so shall,
where a delivery service other than the postal authorities is used to
mail a document or letter, apply the provisions of paragraphs (a)
to Ic) as if the delivery service was a postal authority. In such a
case, the last sentence of paragraph (a) shall not apply but evi
dence may be offered only if details of the mailing were recorded
by the delivery service at the time of mailing. The notification
may contain an indication that it applies only to mailings using

specified deliveryservices or delivery services which satisfy spec~

ified criteria. The International Bureau shall publish the informa
tion so notified.in the Gazette.

(e) Any national Office or intergovernmental organization
may.proceedunder paragraph (d):

(i) .even if,where applicable, the; delivery service used
was not one of those specified, or did not satisfy the criteria speci
fied, in the relevant notification under paragraph (d), or

(ii) even if that Office or organization has not, sent to the
International Bureau a notification under paragraph (d).

82.2.Interruption in the Mail Service

(a) Any interested party may offer evidence that on any of
the 10days Preceding the day of expiration.of the time limitthe
postal service was interrupted on account of war, revolution, civil
disorder, strike, natural calamity, or other like reason, in the local
ity where the interested party resides or has his place of business
or is staying.

(b) If such circumstances are proven to the satisfaction of the
national Office or intergovernmental organization which is the
addressee, 'delay in' arrival shall be excused" provided that the
interested, party proves to the satisfaction -of.the said Office or
organization that he effected the mailing within five days after the
mail service was resumed. The, provisions of Rule 82.1(c) shall
apply mutatis mutandis.

DELAY OR LOSS IN MAIL

Delay or loss in the mail shall be excused when it is
proven to the satisfaction of the receiving Office that
the concerned letter or document was mailed at least
five days before the expiratioll of the time limit. The
mailing must have been, by registered air mail or,
where surface mail would normally arrive at the desti
nation concerned within two days of mailing, by reg
istered surface mail (PCT Rule 82.I(a) to (cj). PCT
Rule 82 contains detailed provisions governing the
situation where a letter arrives late or gets lost due to
irregularities in the mail service, for example, because
the mail service was interrupted due to a strike. The
provisions operate to excuse failure to meet a time
limit for filing a document for up to six months after
the expiration of the time limit concerned, provided
that the document was mailed at least five days before
the expiration of the time limit. In order to take advan
tage of these provisions, the mailing must have been
by registered airmail or, where surface mail would
normally arrive at the destination concerned within
two days of mailing, by registered surface mail. Evi
dence is required to satisfy the Office, and a substitute
document must be filed promptly-s-see PCT Rule
82.I(b) and (c) for details.
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INTERRUPTION IN MAIL SERVICE

91.1.Rectification

The provisions of PCT Rnle 82.1(c) apply mutatis
mutandis for interruptions in the mail service cansed
by war, revolution, civil disorder, strike, natural
calamity or other like reasons (PCT Rule 82.2).

Special provisions also apply to mail interruptions
caused by war, revolution, civil disorder, strike, natu
ral calamity or other like reasons-see PCT Rule 82.2
for details.

See PCT Rule 80.5 for guidance on periods which
expire on a non-working day.

(a) Subject.to paragraphs (b) to (g'luate'), obvious errors in
the-international .application (or other papers submitted. by the
applicant may be rectified.

(b) Errors which are due to the fact that something other than
what was obviously intended was written in the international
application or other paper shall be regarded as obvious errors. The
rectification itself shall be obvious in the sense-that-anyone would
immediately realize that nothing else could have been intended
than what is offered as rectification.

(c) Omissions of entire elements or sheets of the interna
tional application, even if 9Jearly resulting from inattention, at the
stage, for example, of copying or assembling sheets, shall not be
rectifiable.

(d) Rectification' maybe made on the request of theappli
cant. The authority-having discovered what appears to be an obvi
ous .error may invite the-applicant .to present a request for

rectification as provided in. paragraphs (e) to (g)quate'). Rule 26.4
shall apply mutatis mutandis to.the IUaIlIler in which rectifications
shall be requested,

(e) No rectification shall be made except with the express
authorization: '

(i) of the receiving Office ifthe error is in the request,
(ii) ofthe.International Searching Authority if the erroris

in any part of the -international application other than the request
or in any paper submitted to that Authority,

(iii) of the, International Preliminary Examining Authority
if the error is in any part of the' international application other than
the request or in any paper submitted to that Authority, and

(iv) of the International Bureau if the error is in any paper,
other than the international application or amendments or correc
tions to that application, submitted to the International Bureau.

(f) , Any authority which authorizes or refuses any rectifica
tion 'shall, promptly notify ,the, a~plicant of the authorization, or
refus"al and, in the case of refusal, of the reasons therefor. The
authority which authorizes a rectification shall promptly notify the
International Bureau accordingly Where the, authorization of the

Obvious errors in the international application or
other papers submitted by the applicant may generally
be rectified under PCT Rule 91, if the rectification is
authorized, as required, within the applicable time
limit. Any such rectification is free of charge. The
omission of entire sheets of the description cannot be
rectified, even if resulting from inattention at the stage
of copying or assembling sheets.

Applicants often attempt to rely upon the priority
application to establish a basis for obvious error. The

rectification was .refused, the, International, Bureau shall, upon
request made by the, applicant. prior .to thetime relevant under

paragraph (gbis), (gte'), or (gquater) and subject to the payment ofa

srecial: fee whose amount shallbe fixed in the Administrative
Instructio~s, publish the reque~t for rectification together with the
international application. A copy'of the request for rectification
shall be included in the communication under Article zn-where a
copy of the pamphlet is' not used for that communication or where
the international application is not published by virtue of Article
64(3) .:

(g) The authorization, for rectification referred to in para

graph (e) shall, subject to paragraphs (gbi'),(g'''), and (gqua',,),be
effective:

(i) where it is given by' the receiving Office or by the
International Searching Authority, if its notification to the Interna
tional Bureau reaches that Bureau before the expiration of 17
months from the priority date;

(ii) ,where. it is given by the International Preliminary
Examining Authority, if it is given before the establishment of the
international preliminary examinationreport;

(iii) where it is given by the International Bureau, if it is
given before the expiration of 17 months from the priority date.

(gbis) If the notification made under-paragraph (g)(i)reaches
the International Bureau, or if the rectification made under para
graph (g)(iii) is authorized by the International Bureau, after the
expiration of 17 months from the priority date but before the tech
nical 'preparations for international publication have been com
pleted, the authorization shall be effective and the rectification
shall be incorporated in the said' publication.

(~te') ~erethe,applicant has asked theInternational Bureau
to publish his international application before the expiration of 18
months from the priority date, any notification made under para
graph (g)(i) must' reach, and. any rectification made under para
graph (g)(iii) must be authorized by, the International Bureau, in
order for the authorization to be effective, not later than at the time
of the completion 'of the technical preparations for international
publication.

(gquater) Where the international application is not published
by virtue of Article 64(3)" any notification made under paragraph
(g)(i) must reach; and .. anY rectification made under paragraph
(g)(iii) must be authorized by, the International Bureau, in order
for the authorization to be effective, not later than at the time of
the communication of the international application under Article
20.

retRule 91.
Obvious Errors in Documents

Rectification of Obvious Errors1836
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priority document (application) cannot be used to sup
port obvious error corrections. The rectification is
obvious only in the sense that anyone would immedi
ately realize that nothing else could have been
intended than what is offered as rectification. For
example, a misspelled word could be considered an
obvious error subject to rectification, A missing
chemical formula or missing line of text would not be
considered obvious error subject to rectification.
However, improper identification of the application
number of the file in which a paper is to be entered
has been held to be an obvious error subject to rectifi
cation when the applicant did include the proper
agent's file reference and other information properly
identifying the application file. See Helfgott & Karas
P. C. v. Dickinson, 209 F.3d 1328, 54 USPQ2d 1425
(Fed. Cir. 2000).

Rectifications must be authorized:

(A) If the error is in the request by the Receiving
Office;

(B) If the error is in the description, the Claims,
the drawings or the abstract by the International
Searching Authority, or by the International Prelimi
nary Examining Authority where the international
application is pending before the latter Authority;

(C) If the error is in any paper other. than the
international application or amendments or correc
tions to it by the International Bureau.

The request for rectification must be addressed to
the authority competent to authorize the rectification.
It must be filed in time for the rectification to be
authorized and for notification of the authorization to
reach the International Bureau before the expiration of
the applicable time limit, namely:

(A) Where the authorization is given by the
Receiving Office or the International Searching
Authority its notification must reach the International
Bureau before the expiration of 17 months from the
priority date (or later, before the technical prepara
tions for international publication have been com
pleted);

(B) Where the authorization is given by the Inter
national Preliminary Examining Authority it must be
given before the establishment of the international
preliminary examination report;

(C) Where the authorization is given by the Inter
national Bureau it must be given before the expiration

of 17 months from the priority date (or later, before
the technical preparations for internationalpublication
have been completed)

The patent examiner, in his or her capacity as an
officer of either the International Searching Authority
or International Preliminary Examining Authority,
informs the applicant of the authorization or refusal to
authorize the rectification of obvious errors. The
International Searching Authority informs the appli
cant of the decision by use of Form PCTIISAJ217,
while the International Preliminary Examining
Authority informs the applicant of the decision by use
of FOrmPCTIIPEAJ412.

Where the examiner discovers what might be con
sidered an obvious error, an invitation to request recti
fication (Form PCTIISAJ216 or PCTIIPEAJ411)
should be mailed to applicant.

1840 TheInternationaI Searching
Authority

35 U.S.C. 362, International Searching Authority and
International Preliminary Examining Authority.

(a) The Parent andTrademark Office may act as an Intema
tional Searching Authority andInternational Preliminary Bxamin
ing Authority with respect to international applications in
accordance with the terms andconditions of an agreement which
may.be concluded with the International Bureau, and may dis
charge all. duties required of such Authorities, including the col
lection of handling fees and their transmittal to the International
Bureau.

(b) The handling fee, preliminary examination fee, and any
additional fees dueforinternational preliminary examination shall
be paidwithin suchtimeas maybe fixed by'theDirector.

37 CFR 1.413. The United States International Searching
Authority.

(a) Pursuant to appointment by the'Assembly, the United
States Patentand, Trademark Office'will act as an International
Searching Authority for. international applications . filed .in the
UnitedStates Receiving Office andin other Receiving Offices as
may be agreed upon by the Commissioner, in accordance with
agreement between the Patent and Trademark Office and the
International Bureau (peT Art. 16(3)(b».

(b) .The Patent and Trademark Office, when acting as. an
International Searching Anthority, will be identified by the full
title "United States International Searching Authority" or by the
abbreviation "ISAlUS."

(c) The major functions of the International Searching
Authority include:

(I) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;
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(3) Conducting international and international-type
searches and preparing international and international-type search
reports (PCT Art. 15, 17 and 18, and peT Rnles 25, 33 to 45 and
47); and

(4) Transmitting the international search report tc the
applicant and the International Bureau.

The United States Patent and Trademark Office
agreed to and was appointed by the PCTAssembly, to
act as an International Searching Anthority. As such
an authority, a primary function is to establish docu
mentary search reports on prior art with respect to
inventions which are the subject of applications. See
PCT Article 16.

Pursuant to an agreement concluded with the Inter
national Bureau, the USPTO, as an International
Searching Authority, agreed to conduct international
searches and prepare intemational search.reports, for,
in addition to the United States of America, Barbados,
Brazil, India, Israel, Mexico, New Zealand, South
Africa, and Trinidad and Tobago. Theagreementstip
ulated the English language and specified that the
subject matter to be searched is that which is searched
or examined in United States national applications.

TRANSMITTAL OF THE SEARCH COpy TO
THE INTERNATIONAL SEARCHING AU·
THORITY

The "search copy" is transmitted by the Receiving
Office to the International Searching Authority (PCT
Article 12(1», the details of the transmittal are pro
vided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE IN·
TERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any international
application goes through in the International Search
ing Authority are (I) the making of the international
search (PCT Article 15), and (2) the preparing of the
international search report (PCT Article 18 and PCT
Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with
the U.S. Receiving Office, the United States Interna
tional Searching Authority, which is the Examining
Corps of the United States Patent and Trademark
Office, and the European Patent Office are competent

to carry out the international search (pCT Article 16,
PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR
1.413).

The United States Patent and Trademark Office has
informed the International Bureau that in addition to
the United States Patent and Trademark Office, the
European Patent Office is competent as an Interna
tional Searching Authority for searching all kinds of
international applications filed in the United States
Receiving Office on and after October I, 1982. (pCT
Article 16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN
CHOOSING AN INTERNATIONAL SEARCH
ING AUTHORITY

Choosing The European Patent Office (EPO) as an
International Searching Authority could be advanta
geous to United States applicants who designate coun
tries for European Regional patent protection in PCT
International applications for the following reasons:

(A) Claims may be amended according to EPO
search results before entering the European Office as
a designated Office.

(B) The EPO search fee need not be paid upon
entering the European Office as a designated Office.

(C) The EPO search results may be available for
use in a U.S. priority application.

(D) The EPO international search may be
obtained without the need for a European professional
representative.

(E) The European Patent Office search could pro
vide the U.S. applicant with the benefit of aEuropean
art search (which may be different from applicant's
own or the USPTO's search) before it is necessary to
enter the European Patent Office or other designated
Offices.

Some of the disadvantages that may occur due to
the European Patent Office making the international
search are the following:

(A) Additional mailing time to and from the EPO
Searching Authority may shorten the time for appli
cants to respond to various invitations from the EPO
such as for comments on abstracts and payments of
additional search fees as well as for PCT Article 19
amendments to the claims after issuance of the Inter
national Search Report.
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(B) There may be more difficulty iu solviug any
procedural problems betweeu the applicaut aud the
EPO thau with the USPTO due to physical distance
and time differences.

The PCT Applicant's Guide provides helpful infor
mation for communications with the European Patent
Office.

1840.01 The European Patent Office
as an International Searching
Authority

. Since October I, 1982, the European Patent Office
(EPO) has been available as a Searching Authority for
PCT applications filed in the United States Receiving
Office. The choice of Searching Authority, either the
EPO or the United States Patent and Trademark
Office, must be made by the applicant on filing the
international application. The choice of Searching
Authority may also be indicated on FormPTO"1382,
the Transmittal Letter to the United States Receiving.
Office.

It should be noted that the European Patent Office
will not search, by virtue of PCT Article 1'7(2)(a)(i),
any international application to the extent that it con
siders that the international application relates to sub
ject matter set forth in PCT Rule 39.1. Furthermore,

the European Patent Office is not equipped to search
computer programs.

The international search fee for the European
Patent Office must be paid to the United States Patent
and Trademark Office (USPTO) as a Receiving Office
at the time of filing the international application. The
search fee for the European Patent Office is
announced weekly in the Official Gazette in United
States dollars. The search fee will change as costs and
exchange .rates require. If exchange rates fluctuate
significantly, the fee may change frequently. Notice of
changes will be published in the Official Gazette
shortly before the effective date of any change.

If the European Patent Office as the International
Searching Authority considers that the international
application does not comply with the requirement of
unity of invention assetforth in PCT Rule 13, the
European Patent Office will invite applicants to
timely pay directly to it an additional search fee in
Deutsche Marks for.each additional invention.

A revised fee calculation sheet (Form PCTIRO/
101, Annex) having appropriate spaces to indicate the
choice of International Searching Authority has been
developed .so that applicants may indicate which
International Searching Authority is to make the
search.
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1843 The International Search

ret Article 17.
Procedure before the International Searching Authority

(l) Procedure before the International Searching Authority
shall be governed by the provisions of this Treaty, the Regula
tions, and the agreement which the International Bureau shall con
clude, subject to this Treaty and the Regulations, with the said
Authority.

(2)(a)1f the International Searching Authority considers:
(i) that the international application relates to a subject

matter which the International Searching Authority is not
required, under the Regulations, to search, and in the particular
case decides not to search, or

(ii) that the description, the claims, or the drawings, fail
to comply with the prescribed requirements to such an extent that
a meaningful search could not be carried out, the said Authority
shall so declare and shall notify the applicant and the International
Bureau that no international search report will be established.

(b) If any of the situations referred to in subparagraph (a)
is found to exist in connection with certain claims only, the inter-

national search report shall so indicate in respect of such claims,
whereas, for the other claims, the said report shall be established
as provided in Article 18.

(3)(a)1f the International Searching Authority considers that
the international application does not comply with the require
ment of unity of invention as set forth in the Regulations, it shall
invite the applicant to pay additional fees. The International
Searching Authority shall establish the international search report
on those parts of the international application which relate to the
invention first mentioned in the claims (main invention) and, pro
vided the required additional fees have been paid within the pre
scribed time limit, on those parts of the international application
which relate to inventions in respect of which the said fees were
paid.

(b) The national law of any designated State may provide
that, where the national Office of the State finds the invitation,
referred to in subparagraph (a), of the International Searching
Authority justified and where the applicant has not paid all addi
tional fees, those parts of the international application which con
sequently have not been searched shall, as far as effects in the
State are concerned, be considered withdrawn unless a special fee
is paid by the applicant to the national Office of that State.
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PCT Rule 33.

Relevant Prior Art for the International Search

33.I.Relevant Prior Artfor the International Search

(a) For the porposes of Article 15(2), relevant prior art shall
consist of everything which has been made available to the public
anywhere in the world by means of written disclosure (including
drawings and other illustrations) and which is capable of being of
assistance in. determining that the claimed invention is or is not
new and that it does or does not involve an inventive step (i.e.,
that. it is or is not obvious), provided that the making available to
the public occurred prior to the international filing date.

(b) When any written disclosure refers to an oral disclosure,
use, exhibition, or other means whereby the contents of the writ
ten disclosure were made available to the public, and such making
available to the public occurred on adate prior to the international
filingdate, the international search report shall separately mention
that fact and the date on which it occurred if the making available
to the public of the written disclosure occurred on a date which is
the same as, or later than, the international filing date.

(c) Any published application or any patent whose publica
tion date is the same.as, or later than, but.whose filing date, or,
where applicable, claimed priority, date, is earlier than the interna
tional filing date of the international application searched, and
which would constitute relevant prior art for the purposes of Arti
cle 15(2) had it been published prior to the international filing
date, shall be specially mentioned in the international search
report.

33.2.Fields to Be Covered by the International Search

(a) The international search shall cover all those technical
fields, and shall be carried out on the basis of all those search files,
which may contain material pertinent to the invention.

(b) Consequently, not only shall the art in which the inven
tion is classifiable be searched but also analogous arts regardless
of where classified;

(c) The question what arts are, in any given case, to be
regarded as analogous shall be considered in the light, of what
appears to be the necessary essential function or use of the inven
tion and not only the specific functions expressly indicated in the
international application.

(d) The international search shall embrace all subject matter
that is generally recognized as equivalent to the subject matter of
the claimed invention for all or -certain of its features, even
though, in its specifics, the invention as described in the interna
tional application is different.

33.3. Orientation of the International Search

(a) International search shall be made on the basis of the
claims, with due regard to the description and the drawings (if
any) and with particular emphasis on the inventive concept
towards which the claims are directed.

(b). In so far as possible and reasonable, the international
search shall cover the entire subject matter to which the claims are

directed _or to which they might reasonably be expected to be
directed after they have been amended.

PCTRule39.
Subject Matter under Article I7(2)(a)(i)

39. I.Definition
No International Searching Authority shall be, required to

search an international application if" and to the extent to which,
its subject matter is any of the following:

(i) scientific and mathematical theories,
(ii) plant" or animal varieties or essentially biological pro

cesses for the production of plants and animals, other than micro
biological Processes and the products of such processes,

(iii) schemes, rules or methods of doing business, performing
purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentations of information,
(vi) computer programs to the extent that the, International

Searching Authority is not equipped to search prior art concerning
such programs.

PCT Article 15 describes the objective of the inter
national search, i.e., to uncover relevant prior art, and
also describes the international-type search. It should
be noted generally that an international-type search is
performed on all U.S. national applications filed after
June 1, 1978.

There are several benefits to applicants who use the
PCT. One of the three most commonly mentioned
benefits is the international search (and consequently
the international search report). The others are the
time delay gained before having to enter the national
phase and the monetary savings since filing and trans
lation fees .are also deferred or indeed, may not be
necessary depending upon the search results. The
international search gives applicants the benefit of
knowing the status of the prior art with respect to their
invention before time for entry into the national stage.
This affords applicants the time to make economic
decisions whether to perfect their national stage fil
ings.

The objective of the international search is to dis
cover relevant prior art (PCT Article 15(2)). "Prior
art" consists of everything which has been made
available to the public anywhere in the world by
means of written disclosure (including drawings and
other illustrations); it is relevant in respect of the
international application if it is capable of being of
assistance in determining that the claimed invention is
or is not new and that the claimed invention does or
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does not involve an inventive step (i.e., that it is or is
not obvious), and if the making available to the public
occurred prior to the international filing date. For fur
ther details, see PCT Rnle 33. The international
search is made on the basis of the claims, with due
regard to the description and the drawings (if any)
contained in the international application (pCT Arti
cle 15(3). Categories of relevant prior art as
described in PCT Rule 33.1 are indicated in the search
report under the section "Documents Considered To
Be Relevant." The various letter designations are
defined on the search report form (see PCT/ISN21O).

It is pointed out, for example, that:

(A) A category X reference defeats novelty or
defeats inventive step when the reference is consid
ered alone;

(B) A category Y reference is said t() defeat or
refute inventive step when combined with one or
more other such references - the combination being
obvious to a person skilled in the art;

(C) A category A reference is one showing the
general state of the art but would not be considered to
be of particular relevance;

(0) A category E reference is an earlier document
which is published on or after the international filing
date;

(E) A category P reference is a document pub
lished prior to the international filing date but later
than the claimed priority date (commonly called an
intervening reference).

These are the most commonly used categories of
references;

The examiner should not view these categories
strictly in the sense that they have a direct comparison
to U.S. application of prior art references, for exam
ple, a category X reference defeats novelty and in that
sense, it is closely analogous to U.S. consideration of
35 U.S.c. 102 prior art. However, a category X refer
encecan a1sodefeatinventive step which is analogous
to U.S. consideration of 35 U,S,c. 103 prior art.

DOCUMENTS SEARCHED BY THE INTERNA
TIONAL SEARCHING AUTHORITY

The International Searching Authority must
endeavor to discover as much ofthe relevant prior art
as its facilities permit (pCT Article 15(4», and, in any

case, must consult the so-called "minimum documen
tation" (PCT Rule 34).

CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

The USPTO has declared that it will search and
examine, in international applications, all subject mat
ter searched and examined in U'S. national applica
tions. However under PCT Rule 39, 11.0 International
Searching Authority is required to perforiIJ. an interna
tional search where the international application
relates to any of the following subjectmatters:

(A) Scientific and mathematical theories;

(B) Plant or animal varieties of essentially biolog
ical processes for the production of plants and ani
mals, other than microbiological processes and the
products of such processes; .

(C) Schemes, rules or methods of doing business,
performing purely mental acts or playing games;

(0) Methods for treatment of the human or animal
body by surgery or therapy, as well as diagnostic
methods;

(E) Mere presentation of information; and

(F) Computer programs to the extent that it, the
said Authority is not equipped to. search prior art
(pCT Article 17(2)(a)(i) and PCT Rule 39).

The applicant considering the filing of an interna
tional application may be well advised not to file one
if the subject matter of the application falls into one of
the above mentioned areas. If he or she still does file,
the International Searching Authority may declare
that it will not establish an international search report.
Accordingly, applicant should take into consideration
which International Searching Authority (e.g., Euro
pean Patent Office) he or she selects to conduct the
international search. It is to be noted, nevertheless,
that the lack of the international search report in such
case will not have, in itself, any influence on the
validity of the international application and the latter's
processing will continue, including its communication
to the designated Offices.

The USPTO has declared that it will search and
examine, in international applications, all subject mat
ter .searched and examined in U.S. national applica
tions.
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NO SEARCH REQUIRED IF CLAIMS· ARE
UNCLEAR

If the International Searching Authority considers
that the description, the claims, or the drawings fail to
comply with the prescribed requirements to such an
extent that a meaningful search could not be carried
out, it may declare that it will not establish a search
report (PCT Article 17(2)(a)(ii». Such declaration
may also be made in respect of some of the claims
only. The lack of the international search report will
not, in itself, have any influence on the validity of the
international application and the latter's processing
will continue, including its communication to the des
ignated Offices. Where only some of the claims are
found to be unsearchable, the International Searching
Authority will not search them, but will search the rest
of the international application. Any unsearched
claims will be indicated in the international search
report.

1844 The International Search Report

retArticle 18.
The International Search Report

(1) The international search report shall be established
within the prescribed time limit andin the prescribed form.

(2) The international search report shall, as soon as it has
been established, be transmitted by the International Searching
Authority to the applicant andthe International Bureau,

(3) Theinternational search report orthedeclaration referred
to in Article 17(2)(a) shall he translated as provided in the Regula
tions. The translations shallbe prepared by orunder theresponsi
bilityof the International Bureau.

The results of the international search will be
recorded in the international search report (Form
PCTIISAl21O), which is transmitted with Form PCTI
ISAl220 to the applicant and with Form PCTIISAl2l9
to the International Bureau. The search report will be
published by the International Bureau and will serve
as a basis for examination of the international applica
tion by the designated Offices and the International
Preliminary Examination Authority.

The time limit for establishing the international
search report or the declaration under Article 17(2)(a)
that no search report will be established is 3 months
from receipt of the search copy by the searching
authority or 9 months from the priority date, which
ever time limit expires later. To ensure timeliness,
Office policy is to set a shorter period for the search

by the examiner so that any corrections to the report
can be made timely and also to allow for review and
mailing to the International Bureau; The Office strives
to get all search reports to the International Bureau by
16 months from the priority date or, where there is no
priority date, 9 months from the international filing
date. See PCT Rule 42.1.

The search report should not contain any expres
sions of opinion, reasoning, argument or explanation
as to any cited prior art. Any such comments would be
inappropriate and should be used only if preliminary
examination is or becomes a part of the international
proceeding, The search report is only for the purpose
of identifying prior art and not for commenting there
upon.

The printed international search report form (Form
PCTIISAl210) to be transmitted to the applicant and
to the International Bureau contains two main sheets
("first sheet" and "second sheet") to be used for all
searches. These two main sheets are intended for
recording the important features of the search such as
the fields searched and for citing documents revealed
by the search. The printed international search report
form also contains four optional continuation sheets
for use where necessary. There are two continuation
sheets for each of the "first sheet" and the "second
sheet": "continuation of first sheet (1)" and "continua
tion of first sheet (2)", and "continuation of second
sheet" and "patent family annex", respectively. The
patent family annex sheet is not currently used by the
United States International Searching Authority since
patent family information is not readily available to
the examiner. The "continuation of first sheet (1)" is
to be used only where an indication is made on the
first sheet that claims were found unsearchable (item
1) and/or unity of invention is lacking (item 2). The
relevant indications must then be made on that contin
uation sheet. The "continuation of first sheet (2)" is to
contain the text of the abstract where an abstract or an
amended abstract has been established by the Interna
tional Searching Authority (item 5) and an indication
to that effect is made on the first sheet. The "continua
tion of second sheet" is to be used where the space on
the second sheet is insufficient for the citation of doc
uments. Lastly, the "extra sheet" may be used when
ever additional space is required to complete
information from the other sheets.
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It is to be noted that only the "second sheet", the
"continuation of second sheet". (if any) and thevcon
tinuation of first sheet (1)" (if any), will be the subject
of international publication, as the "first sheet" and
the "continuation of first sheet (2)" (if any} contain
only information which will already appear on the
front page of the pamphlet.

The international search report must list the classi
fication identification of the fields searched using the
IPc.

Where the international search report is entirely or
partly based on a previous search made for anapplica
lion relating to a similar subject, the relevant search
files consulted for this previous search mustalso be
identified in the report as having been consulted for
the international .application.inquestion.

RESTRICTION OF THE SUBJECT OF THE
INTERNATIONAL SEARCH

The report must indicate whether the search was
restricted or not for any of the reasons indicated
below.

If any such restrictions were applied, the claims in
respect of which a search has not been carried out
must be identified and the reasons of this should be
indicated.

The three categories where such restrictions may
arise are:

(A) Lack of unity of invention;
(B) Claims drawn to subject matter excluded

from the search;
(C) Claims in respect of which a meaningful

search cannot be carried out.
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PATENT COOPERATION TREATY

peT
INTERNATIONAL SEARCH REPORT

(PeT Article 18 and Rules 43 and 44)

Form PCT/ISAl210 (first sheet)(July 1998)

Applicant's or agent's file reference FOR FURTHER I~ Notification of Transmittalof International Search
APG-OOI ACTION

Report (FormPCT/ISAI220) as wenas, whereapplicable,
item5 below.

International application No. International filing date (day/monthlyear) IfEarliest) Priority Date (day/momhlyear)
PCT/USOO/OO123 05 January 2000 (05.01.2000) 05 January1999(OS.OI.l999)

Applicant
Applegate, Inc.

.

This international searchreporthas beenpreparedby thisInternational Searching Authority and is transmitted to theapplicant
according to Article 18. A copy is being transmitted to the International Bureau.

This international searchreportconsists of a totalof__ sheets.

~ It is also accompanied by a copyof eachprior art document citedin this report.

L Basis of the Report
a. With regard to the Ian'giuige; the international 'Search was carried'outon the basis of the international application in the

language in which it was filed,'unlessotherwiseindicated under this item.

0 the imemarional search was carried out on the basis of a translation of the international application furnishedto this
Authority(Rule23.1(b».

b. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international
search was carried out on the basis of the sequence listing:

0 containedin the international application in writtenfonn.

0 filed togetherwith the international application in computerreadableform.

0 furnished subsequently to this Authority in written form.

0 furnished subsequently to this Authority in computerreadableform.

0 the statementthat the subsequently furnished writtensequence listingdoesnot go beyondthe disclosurein the
international application as filedhas been furnished.

D the statementthat the information recordedin computerreadableform is identical 10 the writtensequence listinghas
been furnished.

2. ~ Certain c1aiIiiS were found unsearchable (SeeBox1).

3. ~ {]nity of invention is Jacking (SeeBox Il).

4. With regard to the title,

~ the text is approvedas submittedby the applicant.

D the text has been established by thisAuthorityto readas follows:

5. With regard to the abstract.

0 the text is approvedas submitted by the applicant.

~ the text bas beenestablished, according to Rule 38.2(b), by this Authority as it appears in Box III. The applicant may,
withinone monthfrom the date of mailing of this international search report; submitcomments to this Authority.

6. The figure of the drawings to be published with the abstract is Figure No. !
~ as suggestedby the applicant. 0 Noneof the figures

0 becausethe applicant failed to suggesta figure.'

0 becausethis figure better charactenzesthe invention.

~
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INTERNATIONAL SEARCH REPORT
International application No.

PCT/USOO/OO123

BoxI Observationswherecertain claimswere foundunsearchable(Continuation of Item 1 of first sheet)

This international report has not beenestablished in respectof certainclaimsunderArticle17(2)(a) for the following reasons:

1. D Claim Nos.:
because they relate to subject matter notrequired to besearched bythisAuthority, namely:

2. D Claim Nos.:
because they relate to pansof theinternational application thatdonotcomply with the prescribed requirements to such
anextent that nomeaningful international search canbecarried out, specifically:

3. [gJ Claim Nos.: 6-9
because they'aredependent claims andare notdrafted inaccordance with thesecond andthirdsentences of Rule6.4(a).

Box II Observations where unityofinvention is lac~g (Contlnuationof Item20f first sheet)

ThisInternational Searching Authority found multiple inventions in thisinternational application, as follows:
Please SeeContinuation Sheet

L ~

2. 0
3. 0

4. 0

Asall required additional search feeswere timely paidbytheapplicant, thisinternational search report covers all
searchable claims.

Asall searchable claims could besearched without effort justifying anadditional fee, thisAuthority didnot invite
payment of anyadditional fee.

Asonly some of the required additional search fees were timely paidbytheapplicant, thisinternational search report
covers only those claims for which feeswerepaid,specifically claims Nos.:

Norequired additional search fees weretimely paidby theapplicant. Consequently, thisinternational search report is
restricted to the invention firstmentioned intheclaims; it is covered byclaims Nos.:

August 2001

Remarkon Protest D Theadditional search fees were accompanied by theapplicant's protest.

~ Noprotest accompanied thepayment of additional search. fees.

Fonn PCT/ISAl210 (continuation of firstsheet(l)) (July 1998)
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INTERNATIONAL SEARCH REPORT

Box m TEXT OF THE ABSTRACT (Continuation of Item 5 of the first sheet)

International application No.

PCTlUSOO/OO123

1844

The technicalfeatures mentionedin the abstract do not includea reference sign betweenparentheses(peT Rule S.l(d».

The abstract is too long (per Rule 8.I(b». The abstractmust be lessthan 150words; or 200 words when no figure is to be
published.

NEWABSTRACT

Olefin (1) and methyl methacrylatecopolymers(2) are disclosedwhichare particularlyuseful in manufacturing molded automotive
parts..

Fonn PCTfISAJ210 (continuation offirst shfet(2» (July 1998)
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INTERNATIONAL SEARCH REPORT
Internationalapplication No.

PCTIUSoo/00123

A. CLASSIFICATION OF SUBJECT MATTER
1PC(7) : C08F 8/14
US CL : 525/384. 422. 260; 5241225 .

Accordlna to InternationalPatent Classification-lIFClor to both nationalclassificationand IPC
B. FIELDS SEARCHED

Minimumdocumentationsearched (classificationsystem followedby classificationsymbols)
U.S. : 525/384.422.260.265.288. 300: 524/225.233. 245

Documentation searched other than minimumdocumentation to the extent that such documentsare includedin the fields searched
Grant .& Hachk's Chemical Dictionary (Fifth Edition)

Electronic data base consultedduring the internationalsearch (name of data base and. where practicable, search terms used)
Please See Continuation Sheet

.
C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category '* Citation of document, with indication. where appropriate, of the relevant passages Relevant to claim No.

X US 4,069,001 A (LOOK) 19 July 1980 (19.07.80), column 2, lines 43-58, column 4, lines 1-3

--- 1-23. -----------
Y 4,5

Y US 4,950,123 A (JOHNS et al) 03 March 1990 (03.03.90), column 2, lines 1-20 4.5

X, P MILLER et al, Polymeric Composite, J. poly. chern. June 1999, Vol. 61, No.6, pages 1-5
1261-1273, especially page 1268, third paragraph.

D Further documents are listed in the continuation of Box C. D See patent family annex.

• Special categories of cited documents: "T" later document published after the international filing dati: or priority
date and not in conflict with the application but cited 10understand the

"A" document defining the general stale of the art which is not considered 10be principle or theory uoderlying the invention
of particular relevance

"X" document of particular relevance; thc claimed invention cannot be

"E" earlier application or patent published on or after the international filing date considered novel or cannot be considered 10 involve an inventive step
when the document is taken alone

"L" document which may throw doubts on priority claim(s) or which is cited to
establish the publication date of another citation or other special reason (as "yo document ctperucutar relevance; the claimed invention cannot be

specified) considered to involve an Invennve step when the document is
combined with one or more other such documents, such combination

"0" documeot referring to an oral disclosure. usc, exhibition or other means being obvious to a person skilled in the an

-e- document published prior to the international filing date but later than the "&" document member of the same patent family
priority date claimed

Date of the actual completion of the international search Date of mailing of the international search report

13 Julv 2001 ([3.07.2001\
Name and mailing address of the ISA/US Authorized officer

Commissioner of Patents and Trademarks
Pat ExaminerII,,, PCI'

WasilinglOn, D.C. 20231

Facsimile ~o. (703)305-3230 Telephone No. 703-305-0000

Form PCT/ISA/210 (second sheet) (July 1998)
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INI'ERNATIONAL .SEARCH REPORT
Inteinat:iOnal'application No.

PCTIUSOO/OOl23

BOX n.OBsERVATIONSWHERE UNI'i:Y ()FINVENTION IS LACKING ••..
This application contains the following inventions. or groups of inventions which are not so linked as to form a single general
inventiveconcept under per Ru1~ 13.1, Inoederfor allinYel;ltions to. bee~d.,tl1e appropriate addjtiQIlal examinaticm feesDlUSt
bepaid. ., - .

Group It claim{s) 1~3. dravm to an olefin polymer.

Group II: c1aiIn(s)4and:S.dra~ to a:coPOlymer-rif~Yi,acetate and methyl ~~late~,

!he inventions ~ted asGroups I ~U1tU~ do,notMateto a.-single general inventive con~tundd PCTRule13.1 b~e.' under PeT
Rule 13.2, they lack the same or corresP~dirig special technic8J. features for the following reasom:The,specialtechnicalfeature of
the GroUp I, invention is the specific:ol~f'~polYmerclaimed therein wbfie the special technical feabD'e of the'Group II invention is the
parti~ vin)'l~t!\te,and ~thyl ~tl~a~la~ ;COP91ytp.~,s claimed therein. Since the speci91 teclmical feature of the Group I
invention is not present"intbe Group II claiIns and the special technical f~of tb~ Groupll in,~tionisoot present in the Group'!
claims. UJtity ,of inv~tiOIl: is lacking.

Continuation of B. FIELDS SEARCHED Item 3:
CAS
search terms: ol~fin._methyl methacrylate

Fonn PCTlISA/219 (second sheet) (July 1998)
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AUTHENTICATION AND DATES

The identification of the International Searching
Authority which established theinternational search
report and the date on which the report was drawn up
should be indicated in the search report. This date
should be that of the drafting of the report by the
search examiner who carried out the search. In addi
tion to the date of actual completion of the interna
tional search, the international search report shall also
indicate the date on which it was mailed to the appli
cant, which is important for the computation of the
time limit for filing amendments to the flaims under
PCT Article 19. See PCT Rules 43.1 and 43.2.'

The international search report shallIndicate the
name of an authorized officer of the International
Searching Authority which means the person who
actually performed the search work and prepared the
search report. SeePCT Rule 43.8. Note that the name
is required but notthe signature.

CONTENTS OF THE·· INTERNATIONAL
SEARCH REPORT

The international search report (PCT Rule 43) con
tains, among other things, the citations of the docu
ments considered to be relevant (PCT Rule 43.5 and
Administrative Instructions Section 503), the classifi
cation of the subject matter of the invention (PCT
Rule 43.3 and Administrative Instructions Section
504) and an indication of the fields searched (PCT
Rule 43.6). Citations of particular relevance must be
specially indicated (Administrative Instructions Sec
tion 505); citations of certain specific categories of
documents are also indicated (Administrative Instruc
tions Section 507); citations which are not relevant to
all the claims must be cited in relation to the claim or
claims to which they are relevant (Administrative
Instructions Section 508); if only certain passages of
the cited document are particularly relevant, they
must be identified, for example, by indicating the
page, the column or the lines, where the passage
appears.

1844.01 Time for the International
Search Report

Publication of the international application occurs
at 18 months from the earliest priority date or, where

there is no priority date, 18 months from the interna
tional application filing date. The Office goal is to
have the search report mailed in sufficient time to
reach. the Interna~onal. Bureau. by the end of 16
months from the priority date or 9 months from the
filing date if no priority claim is made. This is neces
sary since the technical preparations for publication
are completed by 17.5 months from the earliest prior
ity date. In view of the treaty mandated publication
and the time needed for technical preparation, the
Office sets time periods for completion of the search
report which will ensure sufficient time to complete
internal processil1g.and review and achievereceipt of
search report at the International Bureau by the 16th
month from the priority date. See PCT Rule 42.1 for
time limit for the search.

Thus, as a matter of practice, each Technology Cen
ter tends to set its internal time period for completion
of the search .• report to meet the time limits set by the
International~pplication Processing Division. The

.' International Application Processing Division sets its
time for completion to ensure adequate time for
review, corrections (where necessary) and mailing.

The date of transmittal of the search report becomes
critical for applicants since it starts the 2 month period
for submission of amendments to the claims under
PCT Article 19. See PCT Rule 46.1.

The Patent Cooperation Treaty is extremely date
sensitive and for that reason, examiners are encour
aged to complete the international search and prepare
the search r~port promptlyafter receipt. i\10nitoring
and tracking procedures have been devised to mini
mize the risk of late search reports and/or date trans
mission thereof.

1846 Sections of the Articles,
Regulations, and Administrative
Instructions Under the peT
Relevant to the International
Search

PCT Articles 15 - 20 (Appendix T);

PCT Rules 33 - 47 (Appendix T); and

Administrative Instructions Sections 501 - 516

(Appendix AI).
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1847 Refund of International Search Fee

37 CFR 1.446. Refund of international application filing
and processing fees.

(a) Money paid for international application fees, where paid
by-actual mistake or in excess, such as a payment not required by
law or treaty. and its regulations, may be refunded..A mere change
of purpose after the payment of a fee will notentitIe a party to a
refund of such fee. The 9ffice will not refund amounts of twenty
five dollars or less unless a refund is specificall)7 request.edand
will not notify the payor of such amounts. If the payor or party
requesting a refund does not provide the banking information nee
essary for making. refunds by electronic. funds transfer. the Office
may use the banking information provided on the payment instru
ment to make any refund by electronic funds transfer.

(b) Any request for refund under paragraph (a) of this sec
tion must be filed within two years from the date the fee was paid.
If the Office charges a deposit account by an amount other than an
amount specifically indicated in.an authorization under § '1.25(b),
any request for refund based upon such charge must be filed
within. two ,years from the date of the deposit ,account, statement
indicating such charge and include;a copy of that deposit account
statement. The time periods set forth in this paragraph are not
extendable. '

(c) Refund of the supplemental search fees will' be made if
such refund is .determined to be warranted by the Commissioner
or the Commissioner's designee acting under peT Rule 40,.2~c).

(d) The international and'~earch fees, Will be refunded if no
international filing date is, accorded or' if the application is with
drawn before transmittal of the record copy to the International
Bureau (PCT Rules 15.6 and 162). The search fee: will he
refunded if the application is withdrawn before-transmittal of the
search copy to the frltern~tional Searching Authority. The trans
mittal fee will not be refunded.

(e) The handling fee (§ 1.482(b)) will he refunded (PCT
Rule 57.6) only if:

(1) The, Demand is withdrawn before the Demand has
been sent by the InternationalPreliminary Examining Authority. to
the International Bureau; or.. __ ':

(2) The Demand is considered not to have been submitted
(PCT Rule 54.4(a)).

Although 37 CPR 1.446(a) indicates that a "mere
chauge of purpose after the paymeut of afee will not
entitle a party to a refund of. such fee," 37 CfR
1.446(d) and (e) contain exceptions to this general
statement.

According to 37 CPR 1.446(d),·the search fee will
be refunded if no.international filing date is accorded
or if the application is withdrawn before the search
copy is transmitted to the International Searching
Authority. The transmittal fee will not be refunded.

According to 37 CfR 1.446(e), the handling fee
will be refunded if the Demand is withdrawn before
the Demand has been sent by the International Prelim,

inary Examining Authority to the International
Bureau.

Refund of the supplemental search fee will be made
if the applicant is successful in a protest (filed pursu
ant to 37 CPR 1.477) to a holding of lack of unity of
invention. The supplemental search fee must be paid
and be accompanied by (I) a protest and (2) a request
for.refund of the supplemental search fee.

Any request for refund of the search fee made after
the search copy has been transmitted to the Interna
tional Searching Authority must be directed to the
International Searching Authority and not to the
Receiving Office. This is clearly necessary where
applicant has chosen the European Patent Office as
the International Searching Authority.

1848 Sequence Listings

PCTRule ]3'''.
Nucleotide and/or Amino Acid Sequence Listings

13ter~ I.Sequence Listing for International Authorities
(a) Wher~ the International Searching Authority finds that

the international application' contains disclosure of one or more
nucleotide and/or amino acid sequences but:

(i) the ' international' application does not contain a
sequence listing complying with the standard provided for in the
Administrative Instructions, that Authority may invite the appli
cant to furnish to it, within a' time limit fixe~ in the invitation, a
sequence listing complying withthat standard;

(iijthe applicant has not already furnished a sequence
listing, in computer "readable form. colllPlying •with the standard
provided for ,in the Administrative Instructions" that, i\uthority
may invite the applicant to furnish to it, within .a time limit fixed
in the invitation, a sequence listing in such a form 'complying with
that standard.

(b) (Deleted]
(c) If the applicant does not comply with an invitation under

paragraph (a) within the time limit fixed in the invitation, the
International' Searching Authority shall not be required to' search
the international application to the extent that such noncompliance
has the result that a meaningful search cannot be' carried out.

(d) Where the International Searching Authority finds that
the description does not comply with Rule 5.2(b), it shall invite
the applicant to file the required correction. Rille 26.4 shall apply
mutatis mutandis to any correction offered. by the applicant. The
International Searching Authority shall transmit the correction 'to
the receiving Office and to the International Bureau.

(e) Paragraphs (a) and (c) shall apply mutatis mutandis to
the procedure before the International Preliminary ,Examining
Authority.

(f) Any sequence listing not conhrined' in the' internati6n.al
application as filed shall not,subjectto Article 34,' form part ofthe
international application,
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peTAdministrative Instruction Section 513.
Sequence Listings

(a) Where the International Searching Authority receives a

correction ofa defectunder Rule 13ter.l(d), it shall:
(i) indelibly mark, in theupper right-hand comer of each

replacement sheet, the international application number and the
dateon whichthatsheetwas received;

(ii) indelibly mark, in the middle of thebottom margin of
each, replacement, sheet, the words "SUBSTITUTE SHEET

(RULE.13 ter.l(d))" .ortheir equivalent in the languageof publica
tionof theinternational application;

(iii)indelibly mark on the letter containing the correction,
or accompanying any replacement sheet, the date on which that
letter was received;

(iv)keep in its files a copy of the lettercontaining thecor
rection or, when the correction is contained in a replacement
sheet, the replaced sheet, a copy of the letter accompanying the
replacement sheet, and a copy of thereplacement sheet;

(v) promptly transmit any letter and any replacement
sheetto theInternational Bureau, and a copythereof to thereceiv
ing Office.

(b) Where the international search report is based on a
sequence listing that was not contained in the-international appli
cation as filed butwas furnished subsequently to theInternational
Searching Authority, the international search report shall so indi
cate.

(c) Where a meaningful international search cannot be car
riedout because a sequence listingis not available to theInterna
tional Searching Authority in the required. form, that Authority
shallso statein theinternational search report.

(d) The International Searching Authority shall indelibly
mark, in the upp~r right-hand corner of the first sheet of any
sequence listing in printedfO,rm which was not contained in the
international application as filed but was furnished subsequently
to that Authority, the words "SUBSEQUENTLY FURNISHED
SEQUENCE LISTING" or their equivaleut in the language of
publication of theinternational application.

(e) The International Searching Authority shall keep in its
files:

(i) any sequence listing inprinted form which was not
contained in the international application as filed but was fur
nishedsubsequently to that Authority; and

(ii) .anysequence listingin computer readable form.

Where an international application contains disclo
sure of a nucleotide and/or amino acid sequence, the
description must contain a listing of the sequence
complying with the standard specified in the Admin
istrative Instructions. See MPEP § 1823.02. If the
International Searching Authority finds that an inter
national application contains such a disclosure but
that the description does not include such a listing or
that the listing included does not comply with that
standard, the International Searching Authority may

invite the applicant to furnish a listing complying with
that standard.

If the International Searching Authority finds that a
sequence listing is not in a computer readable form
provided for in the Administrative Instructions, it may
invite the applicant to furnish a listing to it in such a
form. Again, the International Searching Authority
would invite the applicant to supply the computer
readable diskette or other acceptable electronic
medium.

An invitation from the International Searching
Authority to furnish a sequence listing complying
with the standard specified in the Administrative
Instructions, will specify a time limit for complying
with the invitation. Any sequence listing furnished by
the applicant must be accompanied by a statement to
the effect that the listing does not include matter
which goes beyond the disclosure in the international
application as filed. If the applicant does' not comply
within that time limit, the search undertaken by the
International Searching Authority may be restricted.

If the applicant wishes to include such a listing in
the text of the description itself, appropriate amend
ments may be made later under PCT Article 34, pro
vided that the applicant files a Demand for
international preliminary examination.

The United States Receiving Office has not noti
fied the International Bureau under Administrative
Instructions Section 801(b) that it is prepared to
accept the filing in computer readable form (CRF) of
the sequence listing part of international applications
under Administrative Instructions Section 801(a).
However, Administrative Instructions Section 801(c)
permits a receiving Office that has not notified the IE
under Administrative Instructions Section 801(b) to
decide in a particular case to accept such sequence
listing filings. The ROIUS will accept applications
where the sequence listing is filed using CD-R or CD
ROM as the electronic medium, and where no paper
copy of the sequence listing part is submitted. The
application must be filed in accordance with the
Guidelines set forth in MPEP § 1823.02, subsection
II. A in order to be accepted. Under Administrative
Instructions Section 803, there is a significant cost
savings if such a submission is accepted. In such a
case, the electronic submission counts as 400 sheets in
addition to the actual number of sheets of the Request,
description excluding the sequence listing part
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thereof, claims, abstract and drawings.In such a case,
four copies of the electronic submission are required.
One copy goes to the IB as part of the Record copy;
the second copy becomes part of the Home copy; the
third copy b~comes part of the Search copy; and the
fourth copy goes to the Scientific and Technical Infor
mation Center (STIC) as the~RF. See. MPEP §
1823.02.

1849 Subject Matter Excluded from
International Search

The.examiner is not required to perform an interna
tional search on claims which relate to any of the fol
lowing subject matter:

(A) Scientific and mathematical theories;
(B) Plant or animal varieties or essentiallybiolog

ical processes for theproduction of plants and ani
mals, other than microbiological processes and the
products of such processes;

(C) Schemes, rules or methodsof doingbusiness,
performing purely mental acts or playing games;

(D) Methods for treatment of the human or aninial
body by surgery or therapy, as well as diagnostic
methods;

(E) Mere presentation of information; and
(F) Computer programs to the extent that the

Authority is notequipped to search prior art concern,
ing such programs.

See PCT Rule 39. In addition, the examiner is not
required to search the international application, to the
extent that a meaningful search cannot be carried out,
in certain cases where a nucleotide and/or amino acid
sequence listing is not furnished in accordance with
the prescribed standard or in a computer readable
form. See PCT Administrative Instructions' Section
513(c).However, the U.S. Patent and Trademark
Office has declared that it will search and examine all
subject matter searched and examined in U.S, national
applications: If none of the claims are required to be
searched, the examiner will declare that no search
report will be established using form PCTIISN203. It
should, nevertheless, be noted that the lack of. an
international search report in such a case does not, in
itself, have any influence on the validity of the inter
national application, the processing of which, includ
ing its communication to the designated Offices,
continues.

1850 Unity of Invention Before,the ..
International Searching Authority

ret Rule 40.
Lack of Unity ofInvention (International Search)

40.I.Invitation to Pay
The invitation to pay additional fees provided for in Article

17(3)(a) shall-specify the reasons for which 'the international
applica~onis notc~nsidered as complying with ~e. requirement
of unity of invention and shall indicate the-amount to be paid.

40.2.Additional Pees

(a) The amount of the additional fee due for searching under
Article 17(3)(a) shall be determined by the competent Intern"
tional Searching Authority.

(b) The additional' fee due for searching under Article
17(3)(a) shall be payable direct to the Iriternational Searching
Authority,

(c) Ally applicant may pay the additional fee under protest,
that is; accompanied by a reasoned statementto the effect that the
international application complies with the requirementof unity
of invention or that the amount of the required additional fee 'is
excessive ..Such protest shall be examined'by .a three-member
board or other special instance of .the International Searching
Authority or anycompetent higher authority, which, to theextent
that it finds-the protestjustified, shall order the' total 'or partial:
reimbursement to the applicant of the additional fee. On ··the
request-of the' applicant, the text of both' the protest and the deci
sion thereon shall be notified to the designated Offices together
with the international search .report. The applicant' 'shall submit
any. translation thereof with the furnishing of the translation of the
international application required under Article 2i

(d) The three-member board, special instance or'competent
higher authority, referred to in paragraph (c), shall not comprise
any person who made the decision which is the subject of the pro
test.

(e) Where the applicaut has, under paragraph (c), paid an
additional fee under protest, the International Searching Authority
may, after a prior review of the justification for the invitation to
pay an additional fee; require that the .applicant pay.a-fee for the
examination of the protest ("protest fee"). The protest fee shall be
paid-within one month from the date of the' notification to the
applicant of the result of the review. If the protest-fee is not so
paid; the protest shall be considered-withdrawn. .The protest fee
shall be refunded to the applicant where the three-member board,
special instance or higher authority. referred to in: paragraph. (Cl
finds that.the protest was entirely justified.

40.3.Time Limit
The time-limit provided for in Article 17(3)(a) shall be fixed, in

each case, according to the circumstances ofthe'case, by the Inter
national Searching Authority; it shall not be shorter than 15 or 30
days, respectively, depending on whether the applicant's address
is in, the same country. as .or in a different country: from. that. in
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which the International Searching Authority is located, and it shall
not be longer than 45 days, from the date ofthe 'invitation.

PCT Administrative Instruction Section 502.

Transmittal ofProtest Against Payment ofAdditional Fee
and Decision Thereon Where InternationalApplication Is

Considered to Lack Unity ofInvention

The International .Searching Authority shall. transmit tothe
applicant, preferably at the latest together with the international
search report, anydecision which it has taken under Rule 402(c)
on the protest of the applicant against payment.of an additional fee.
where the international application is considered to lack unity of
invention. At the same time, it shall transmit to the International
Bureau a copy of both the protest and the decision thereon, as well
as any request by the applicant to forward the texts of both the
protest and the decision thereon to the designated Offices.

37 CFR 1.475. Unity of invention before the International
Searching Authority, the International Preliminary
Examining Authority and during the national stage.

(a) An international. and a national. stage application shall
relate to one invention only or to a group of inventions so linked
as to form a single. general inventive concept ("requirement of
unity of invention"). Where a group of inventions is claimed in an
application, the requirement of unity of invention shall be fulfilled
only when there is .a.technical relationship among those inventions
involving one or more of the same or corresponding special tech
nical features ".The expression "special. technical features" shall
mean those technical features that define a contribution which
each of the claimed inventions, considered as a whole, makes over
the prior art.

(b) An .international or a national stage application contain
ing claims to different categories of invention will be considered
to have unity of invention if the claims. are drawn only to one of
the following combinations of categories:

(1) A product and a process specially adapted for the
manufacture of said product; or

(2) A product and a process of use of said product; or

(3) Aproducr, a process specially adapted for the manu

facture of the said product, and a use of the said product; or

(4) A process and an apparatus or means specifically
designed for carrying out the said process; or

(5) A product, a process specially adapted for.the manu
facture of the said product, and an apparatus or means specifically

designed for carrying out the said process.

(c) If an application contains claims to more orless than one
of the combinations ·of categories of invention set forth in.para
graph (b)of this section, unity of invention-might not be present.

(d) If multiple products, processes of manufacture or uses
are claimed, the first invention of the category first mentioned in
the claims of the application and the first recited invention of each
of the other categories related thereto will be considered as the
main invention in the claims, see PCT Article 17(3)(a) and
§ 1.476(c).

(e) The determination whether a group of inventions is so

linked as to form a single general inventive concept shall be made

without regard to whether the inventions are. claimed in separate
claims or,as alternatives within a single claim.

37 CFR 1.477. Protest to lack of unity of invention before
the International Searching Authority.

(a) If the applicant disagrees with the holdiug of lack of
unity of invention by the International Searching Authority, addi
tional fees may be paid under protest, accompaniedby a request
for refund and a statement setting forth reasons for disagreement
or why the required additional fees are considered excessive, or
both (peT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be exam
ined by the Commissioner or the Commissioner's designee. In the
event that the applicant's protest is determined to be justified, the
additional fees or a portion thereof will be refunded.

(c) An applicant who desires that acopy of the protest
and the decision thereon accompany the international search
report when forwarded to the Designated Offices may notify the
International Searching Authotity to that effect any time ptior to
the issuance of the international search report. Thereafter, such
notification should be directed. to the International Bureau (PCT

Rule 40.2(c)).

THE REQUIREMENT FOR "UNITY OF IN
VENTION"

Any international application must relate to one
invention only or to a gronp of inventions so linked as
to form a single general inventive concept (PCT Arti
cle 3(4)(iii) and 17(3)(a), PCT Rule 3.1, and 37 CFR
1.475). Observance of this requirement is checked by
the International Searching Authority and may be rel
evant in the national (or regional) phase.

The decision in Caterpillar Tractor Co. v. Com
missioner ofPatents and Trademarks, 231 USPQ 590
(B.D. Va, 1986) held that the Patent and Trademark
Office interpretation of 37 CPR 1.141(b)(2) as applied
to unity of invention determinations in international
applications was not in accordance with the Patent
Cooperation Treaty and its implementing regulations.
In the Caterpillar international application, the
USPTO acting as an International Searching Author
ity, had held lack of unity of invention between a set
of claims directed to a process for forming a sprocket
and a set of claims drawn to an apparatns (die) for
forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression
"specifically designed" as found in former PCT Rule
13.2(ii) means that the process and apparatus have
unity of invention if they can only be used with each
other, as was set forth in MPEP § 806.05(e).
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Therefore, when the Office considers international
applications as an International Searching Authority,
as an International Preliminary Examining Authority,
and during the national stage as a Designated or
Elected Office under 35 U.S.c. 371, PCT Rule 13.1
and 13.2 will be followed when considering unity of
invention of claims of different categories without
regard to the practice in national applications filed
under 35U.S.C. III. No changewas made in.restric
tion practice in United States national applications
filed under 35 U.S.c. III outside the PCT.

In applying PCT Rule 13.2 to internationalapplica
tions as an International Searching Authority; an
International Preliminary Examining Authority and to
national stage applications under 35 U.S.C.371,
examiners should consider for unity of invention all
the claims to different categories of invention in the
application and permit retention in the same applica
tion for searching andlor preliminary examination,
claims to the categories which meet the requirements
ofPCT Rule 13.2.

PCT Rule 13.2, as it was modified effective July I,
1992, no longer specifies the combinations of catego
ries of invention which are considered to have unity
of invention. Those categories, which now appear as a
part of Annex B to the Administrative Instructions,
has been substituted with a statement describing the
method for determining whether the requirement of
unity of invention is satisfied. Unity of invention
exists only when there is a technical relationship
among the claimed inventions involving one or more
special technical features. The term"special technical
features" is defined as meaning those technical fea
tures that define a contribution which each of tb.e
inventions considered as a whole, makes over the
prior art. The determination is made based on the con
tents of the claims as interpreted in light of the
description and drawings. Annex B also contains
examples concerning unity of invention.

A. Independent and Dependent Claims

Unity of invention has to be considered in the first
place only in relation to the independent claims in an
international application and not the dependent
claims. By "dependent" claimis meant a claim which
contains all the features of another claim and is in the
same category of claim as that other claim (the
expression "category of claim" referring to the classi-

ficationof claims according to the subject matter of
the invention claimed, for example, product, process,
use or apparatus or means, etc.).

If the in~ependent claims avoid the prior art and
satisfy the requirement of unity of invention, no prob
lem of lack of unity arises in respect of any claims
that depend on the independent claims. In particular, it
does not matter if. a dependent claim itself contains a
further invention. Equally, no problem arisesin the
case of a genus/species situation where the genus
claim avoids the prior art. Moreoveivno problem
arises in the case of a combinationlsubcombination
situation where the subcombination claim avoids the
prior art and the combination claim includes. all the
features of the subcombination.

If, however, an independent claim does not avoid
the prior art, then the question whether there is still an
inventive link between all the claims dependent on
that claim needs to be carefully considered. If there is
no link remaining, an objection of lack of unity (that
is, arising only after assessment of the prior art) may
be raised. Similar considerations apply in the case of
a genus/species or combinationlsubcombination situa
tion.

This method for determining whether unity of
invention exists is intended to be applied even before
the commencement of the international search. Where
a search of the prior art is made, an initial determina
tion .of unity of invention, based on the assumption
that the claims avoid the prior art, may be reconsid
ered on the basis of the results of the search of the
prior art.

B. Illustrations ofParticular Situations

There are three particular situations for which the
method for determining unity of invention contained
in PCT Rule. 13.2 is explained in greater detail:

(A) Combinations of different categories of
claims;

(B) So-called "Markush practice"; and
(C) Intermediate and final products.

Principles for the interpretation of the method con
tained in PCT Rule 13.2, in the context of each of
those situations are set out below. It is understood that
the principles set out below are, in all instances, inter'
pretations of and not exceptions to the requirements
of PCT Rule 13.2.:
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Examples to assist in nnderstanding the interpreta
tion on the three areas of special concern referred to in
the preceding paragraph are set out below.

C. Combinations of Different Categories of
Claims

The method for determining unity-of invention
under PCT'Rule 13 shall be construed as permitting,
in particular, the inclusion of anyone ofthe following
combinations of claims of different categories in the
same international application:

(A) In addition to an independent claim for a
given product, an independent claim fora process
specially adapted for the manufacture of the said
product, and an independent claim for a use of the
saidproduct.or

(B) In addition to an independent claim for a
given process, an independent claim for an apparatus
or means specifically designed for. carrying out the
said process; or

(C) In addition to an independent claim for a
given product, an independent claim for a process
specially adapted for the manufacture of the said
product and an independent claim for an apparatus or
means specifically .designed for carrying out the said
process, it being understood that a process is specially
adapted for the manufacture of a product if it inher
ently results in the product and that an apparatus or
means is specifically designed for carrying out a pro
cess if the contribution over the prior art of the appa
rarus or means corresponds to the contribution the
process makes over the prior art.

Thus, a process shall be considered to be specially
adapted for the manufacture of a product if the
claimed process inherently results in the claiined
product with the technical relationship being present
between the claimed product and claimed process,
The words "specially adapted" are not intended to
imply that the productcould not also be manufactured
by a different' process. '

Also an apparatus or means shall be considered to
be specifically designed for carrying out a claimed
process if the contribution over theprior: art of the
appararus or means corresponds to the contribution
the process makes over the prior art. Consequently, it
would not be sufficient that the appararus or means is
merely capable of being used in carrying out the

claiined process. However, the expression specifi
cally designed does not imply that the apparatus or
means could not be used for carrying out another pro
cess, nor that. the process could not be carried out
using an alternative apparatus or means.

D. "Markush Practice"

The situation involving the so-called Markush prac
tice wherein a single claim defines alternatives
(chemical or non-chemical) is also governed by PCT
Rule 13.2. In this special situation, the requirement of
a technical interrelationship and the same or corre
sponding special technical features as defined in PCT
Rule 13.2; shall be considered to be met when the
alternatives are of a similar nature.

When the Markush grouping is for alternatives of
chemical compounds, they shall be regarded as being
of a similarnaturewhere the following criteria are
fulfilled:

(A) All alternatives have a common property or
activity; and

(B)(I)A common structure is present, i.e., a sig
nificant structural element is shared by all of the alter
natives..or

(C)(2)In cases where the common structure can
not be the unifying criteria, all alternatives belong to a
recognizedclass of chemical compounds in the art to
which the invention pertains.

In paragraph (B)(l), above, the words "significant
strucrural element is shared by all of the alternatives"
refer to cases where tilecompounds share a common
chemical structure which occupies a large portion of
their structures, or in case the compounds have in
common only a small portion of their structures, the
commonly shared structure constitutes a structurally
distinctive portion in view of existing prior art. The
structural element may be a single component or a
combination of individual components linked
together.

In paragraph (C)(2), above, the words "recognized
class of chemical compounds" mean that there is an
expectation from the knowledge in the art that mem
bers of the class will behave in the same way in the
context of the claiined invention. In other words,
each member could be substituted one for the other,
with the expectation that the same intended result
would be achieved.
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The fact that the alternatives of a Markush grouping
can be differently classified shall not, taken alone, be
considered to be justification for a finding of a lack of
unity of invention.

When dealing with alternatives, if it can be shown
that at least one Markush alternative is not novel over
the prior art, the question of unity of invention shall
be reconsidered by the examiner. Reconsideration
does not necessarily imply that an objection of hick of
unity shall be raised.

E. Intermediate and Final Products

The situation involving intermediate and final prod
ucts is also governed by PCT Rule 13.2.

The term intermediate is intended to mean inter
mediate or starting products. Such products have the
ability to be used to produce final products through a
physical or chemical change in which the intermediate
loses its identity.

Unity of invention shall be considered to be present
in the context of intermediate and final products
where the following two conditions are fulfilled:

(A) The intermediate and final products have. the
same essential structural element, in that:

(1) The basic chemical structures of the inter
mediate and the final products are the same, or

(2) The chemical structures Ofthe two prod
ucts are technically closely interrelated, the intermedi
ate incorporating an essential structural element into
the final product; and

(B) The intermediate and final products are tech
nically interrelated, this meaning that the final product
is manufactured directly from the intermediate or is
separated from it by a small number of intermediates
all containing the same essential structural element.

Unity of invention may also .be considered to be
present between intermediate and final products. of
which the structures are not known, for example, as
between an intermediate havillg a known structure
and a final product the structure of which is not
known, or as between an intermediate of unknown
structure and a final product of unknown structure. In
order to satisfy unity insuch cases, there shall be suf
ficient evidence to lead one to conclude that the inter
mediate and final products are technically closely
interrelated as, for example, when the intermediate
contains the same essential element as the final prod-

uct or incorporates an essential element into the final
product.

It is possible to accept in a single international
application different intermediate products used in
different processes for the preparation of the final
product, provided that they have the same essential
structuralelement.

The intermediate and final products shall not be
separated, in the process leading from one to the
other, by an intermediate which is not new.

If the same international application Claims differ
ent intermediates for different structural parts of the
final product, unity shall not be regarded as beillg
presentbetween the intermediates:

If the intermediate and final products are families
of compounds, each intermediate compound shall cor
respond to a compound claimed in the family of the
final products. However, some of the final products
may have no corresponding compound in the family
ofthe intermediate products so that the two families
need not be absolutely congruent.

As long as unity of invention can be recognized
applying (he above interpretations, the fact that,
besides theability to be used to produce final prod
ucts, the intermediates also. exhibit other. possible
effects or activities shall not affect the decision on
unity of invention.

PCT Rule 13.3 requires that the determination of
the existence of unity of invention be made without
regard to whether the inventions are claimed in sepa
rate claims or as alternatives within a single claim.

PCT Rule 13.3 is not intended to constitute an
encouragement to the use of alternatives within a sin
gle. claim, but is intended to clarify that the criterion
for. the determination of unity of invention (namely,
the method contained in PCT Rule. 13.2) remains the
same regardless of the form of claimused.

PCT Rule 13.3 does not prevent an International
Searchillg or Prelimil1ary Examining Authority or an
Office from objecting to alternatives being contained
within a single claim. on the basis of considerations
such as clarity, the conciseness of claims or the claims
fee system applicable in that Authority or Office.

LACK OF UNITY OF INVENTION

See Annex B of the Administrative. Instructions for
examples of unity of invention.
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The search fee which the applicant is required to
pay is intended to compensate the International
Searching Authority for carrying ont an international
search on the international application, but only where
the international application meets the "requirement
of unity of invention". That means that the interna
tional application must relate to only one invention or
must relate to a group of inventions which are so
linked as to form a single general inventive concept
(PCT Articles 3(4)(iii) and 17(3)(a».

If the International Searching Authority finds that
the international application does not comply with the
requirement of unity of invention, the applicant will
be invited to pay additional search fees. The Interna
tional Searching Authority will specify the reasons for
its findings and indicate the number of additional fees
to bepaid (pCT Rules 40.1, 40.2(a) and (bj), Such
additional fees are payable directly to the Interna
tional Searching Authority which is conducting the
search, either the United States Patent and Trademark
Office or European Patent Office, within the. time
limit fixed, which must not be shorter than 15 days, if
the applicant's address is in the same country as the
International Searching Authority; or 30 days, if
applicant's address is in a. country different than the
country of the International Searching Authority; and
not longer than 45 days from the date of the invitation
(PCT Rule 40.3). The search fee amounts for the U.S.
and the European Patent Office are found in each
weekly edition of the Official Gazette.

The International Searching Authority will estab
lish the international search report on those parts of
international application which relate to the "main
invention," that is, the invention or the group of
inventions so linked as to form a single general inven
tive concept first mentioned in the claims (PCT Arti
cle 17(3)(a». Moreover, the international search
report will be established also on those parts of the
international application which relate to any invention
(or any group of inventions so linked as to form a sin
gle general inventive concept) in respect of which the
applicant has paid any additional fee within the pre
scribed time limits.

Any applicant may pay the additional fee under
protest, that is, accompanied by a reasoned statement
to the effect that the international application com
plies with the requirementof unity of invention or that
the amount of the required additional fee is excessive

(PCT Rule 4O.2(c». Any such protest filed with the
U.S. International Searching Authority will be exam
ined and decided by a Technology Center Director (37
CFR 1.477). To the extent that the applicant's protest
is found to be justified, total or partial reimbursement
of the additional fee will be made. On the request of
the applicant, the text of both the protest and the deci
sion thereon is sent to the designated Offices together
with the international search report (37 CFR 1.477).

Where, within the prescribed time limit, the appli
cant does not pay any additional fees or only pays
some of the additional fees indicated.'certain parts of
the international application will consequently not be
searched. The lack of an international search report in
respect of such parts of the international application
will, in itself, have no influence on the validity ofthe
international application and processing of the inter
national application will continue, both in the interna
tional and in the national (regional) phases. The
unsearched claims, upon entry into the national stage,
will be considered by the examiner and may be the
subject of a holding oflack of unity of invention.

See MPEP § 1875.01 for telephone unity practice.
It applies in the same manner under Chapter I.

UNITY OF INVENTION . NUCLEOTIDE SE·
QUENCES

Under 37 CPR 1.475 and 1.499 et seq., when
claims do not comply with the requirement of unity of
invention, i.e., when the claimed subject matter does
not involve "one or more of the same or correspond
ing special technical features," 37 CFR 1.475(a), an
additional fee is required to maintain the claims in the
same application. 37 CFR 1.476 (b).

The Commissioner has decided sua sponte to par
tially waive 37 CFR 1.475 and 1.499 et seq. to permit
applicants to claim up to ten (10) nucleotide
sequences that do not have the same or corresponding
special technical feature without the payment of an
additional fee. The PCT permits inventions that lack
unity of invention to be maintained in the same inter
national application for payment of additional fees.
Thus, in international applications, for each group for
which applicant has paid additional international
search and/or preliminary examination fees, the
USPTO has determined that up to four (4) such addi
tional sequences per group is a reasonable number for
examination. Further, claims directed to the selected
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sequences will be examined with claims drawn to any
sequence combinations which have a common techni
cal feature with the selected sequences. Nucleotide
sequences encoding the same protein are considered
to satisfy the unity of invention standard and will con"
tinue to be examined together.

See MPEP § 803.04 for examples of nucleotide
sequence claims impacted by this partial waiver of
37 CFR 1.475 and 1.499 et seq.

1851 Identification of Patent Documents

The examiner, in completing the international
search report as well as the Chapter II written opinion
and final report, is required to cite the references in
accordance with the provisions of Administrative
Instructions 503 and 611. These sections of the
Administrative Instructions require reference citations
to include, in addition to other information which is
apparent from the forms which the examiner fills out,
an indication of the two"letter country code of the
country or entity issuing or publishing the document
and the standard code for identifying the kind of
patent document. The discussion which follows is
limited to the identification of patent documents (and
nonpatent publications) and a listing of the two-letter
country codes for countries or other entities which
issue or publish industrial property information.

The standard codes for identifying different kinds
of patent documents are found in the "WIPO Hand"
book on Industrial Property Information and Docu
mentation" - WIPO Standard ST.16 which is
published by the World Intellectual Property Organi
zation. The listing is extensive. The Special Program
Examiners in each Technology Center (TC) have a
complete copy of Standard ST.16. It is also accessible
on WIPO's web site (http://www.wipo.int/scit/en/)
under the heading "WIPO Standards and Other Docu
mentation." Provided herein is an abbreviated version
representing the countries and codes commonly used
by the examiner in preparing search reports.

U.S. patents published before January 2, 2001 are
Code A documents generally. Beginning with patents
published on January 2, 2001, U.S. patents are Code

.B documents. Patent Application Publications, first
published on March 15,2001, are Code A documents.
Reexamination certificates published before January
2,2001 are Code B documents. Reexamination certif
icates published on or after January 2, 2001 are Code

C documents. Tables providing a complete list of the
kind codes ofpatents and other documents published
by the USPTO are included in MPEP § 901.04(a). All
nonpatent litf"ratlJIe documents are Code N"' Numeri
cal designations are sometimes found ()n published
documents along with the letter code designation.
These should be used by the examiner only if such
numerical designation is on the document. Numerical
codes along with letter codes can be found, for exam
ple, on certain published patent documents such as the
German Offenlegungsschrift and published interna
tional applications. If numerical designations are not
provided, the examiner should use only the letter code
designation.

The most commonly cited documents are patents
and published patent applications. A guideline for the
citation of such documents is listed below. The listing
is indicated in the order in which the elements should
be listed.

In the case of a patent or published patent applica
tion:

(A) The Office that issued the document, by the
two letter code (WIPO Standard ST.3);

(B) The number of the document as given to it by
the Office that issued it (for Japanese patent docu
ments the indication of the year of the reign of the
Emperor must precede the serial number of the patent
document);

(C) The kind of document, by the appropriate
symbols as indicated on the original document or as
given in Appendix II to WIPO Standard ST.16;

(0) The name of the patentee or applicant (in cap
ital letters, where appropriate, abbreviated);

(E) The date of publication of the cited patent
document indicated thereon;

(F) Where applicable, the pages, columns or lines
where the relevant passages appear, or the relevant
figures of the drawings.

The following examples illustrate the citation of a
patent document as indicated above:

JP 50-14535 B (NCR CORP.) 28 May 1975
(28.05.75), see column 4, lines 3 to 27.
DE 3744403 Al (A. JOSEF) 29 August 1991 (29
08-91), page I, abstract.
US 4,540,573 A (NEURATH etal.) 10 September
1985 (10109/85), see entire document, especially
column I, lines 10-23.
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STANDARD CODE FOR THE IDENTIFICA·
TION OF DIFFERENT KINDS OF PATENT
DOCUMENTS

The Code is subdivided into mutually. exclusive
groups of letters. The groups characterize patent doc-

uments, nonpatent literature documents (N), and
restricted documents (X). Groups 1-7 comprise letters
enabling identification of documents pertaining to dif
ferent publication levels.
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Group 1 Use for the primary or major series of
patent documents (excluding the utility
model documents of Group 2 and the
special series of patent documents of
Group 3, below)

A First publication.level

B Second publication level

C Third publication level

Group 2 Use for.utility model documents
having a numbering series other than
the documents of Group 1

U First publication level

Y Second publication level

Z Third publication level

Group 3 Use for major special types of patent
documents

M Medicament patent documents

P plant patent documents

1'u6iic~ti9n, i~r inf0rwationpr other
purposes, ofthetraIlslati0n of the
whole or part of a patent document
already published by another office
or organization

W Documents relating to utility model
documents falling in Group 2 and
containing bibliographic information
and only the text of an abstract and/or
claimfs) and, where appropriate, a
drawing

Group 5 Use for series of patent documents not
covered by Groups I to 4, above

E First publications level

F Second publication level

G Third publication level

Group 6 Use for series of patent documents or
documents ~erived from/relating tp
[JatentapjJlications not covered by
Groups ~ to 5 .above, according to the

. special requirements of each industrial
property office

S Design patent documents H

I

Group 4 Use for special types of patent
documents or documents derived from/
relating to patent applications and not
covered by Groups 1 to 3 above:

L Documents, not covered by letter code
W, relating to patent documents and
containing bibliographic information
and only thetext of an abstract and/or
claim/s) and, where appropriate, a
drawing.

R Separately published search reports

Group 7 Other

N Non-patent literature documents

X Documents restricted to the internal use
of industrial property offices
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List of Examples of Patent Documents, Previously
and Currently Published, or Intended To Be
Published, DividedAccording to Code

China Patent application pub
lished before the exami
nation

CODE: A

EXAMPLES:

Australia

Austria

Belgium

Belgium

Belgium

Brazil

Bulgaria

Canada

Canada

August2001

Patent Documents Iden
tified as Primary or
Major Series - First
Publication Level

Standard or petty patent
application

Patent application (Auf
gebot)

Brevet d'invention!
Uitvindingsoctrooi

Brevet de perfectionne
mentlVerbeteringsoc
trooi

Demandede brevet
d'inventionJUitvin
dingsoctrooiaanvraag

Pedido de privilegio
(Unexamined patent
application for inven
tion)

Patentna zajavka pre
dostavena za publichna
inspektzija (Patent
application made avail
able to the public)

Patent (prior to October
1, 1989, under previous
Patent Act)

Patent application laid
open to public inspec
tion under amended
Patent Act, as of Octo
ber 1, 1989)

Cuba

Czechoslovakia

Czechoslovakia

Czech Republic

Denmark

Egypt

European Patent
Office

European Patent
Office

European Patent
Office

Finland

France

France

France

France

1800-68

Patent application

Patent application

Inventor's certificate
application

P£ihla3ka Vynalezu
(Application for the
protection of an inven
tion - patent)

Almindeligt tilgaenge
lig patentansegning

Patent specification

Patent application pub
lished with search
report

Patent application pub
lished without search
report

Separate publication of
the search report

Julkiseksi tullut patent
tihakemus-Allmant
tillganglig patentanso
kan

Brevet d'invention (old
law)

Brevet d'invention
premiere et unique pub
lication

Certificat d' addition a
un brevet d'invention,
premiere et unique pub
lication

Certificat d'utilite,
premiere et unique pub
lication
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France Certificat d' addition 11 India Patent specification
un certificat d'utilite,

Ireland Patent specificationpremiere et unique pub-
lication Israel Bakashallepatent

France Demande de brevet (Application of patent

d'inventicn, premiere for invention)

publication Italy Domanda di brevetto

France Demande de certificat publicata

d' addition 11 un brevet Japan Kokai tokkyo kobO
d'invention, premiere
publication Japan Kohyo tokkyo kobO

France Demande de certificat Luxembourg Brevet d'invention

d'utilite, premiere pub-
Luxembourg Certificat d' addition 11

lication
un brevet d'invention

France Demande de certificat
Malawi Patent application

d' addition 11 un certifi-
cat d'utilite, premiere Mexico Patent (Granted patent
publication - according to old law)

Germany Offenlegungsschrift Mexico Patent application

Germany (docu- Patentschrift (Auss-
(according to new law)

ment published by chliessungspatent), Mongolia Patent
the Patent Office patent granted in accor-
of the former dancewith paragraph Morocco Brevet d'invention

GDR) 17.1 of the Patent Law Netherlands Terinzagegelegging
of the former German
Democratic Republic of New Zealand Patent application
October 27, 1983

Norway Alment tilgjengelige
Germany (docu- Patentschrift

I IOAPI

patentsoknader
ment published by (Wirtschaftspatent),

Brevetd'inventionthe Patent Office patent granted in accor-
of the former dance with paragraph

I
IPakistan Patent specification

GDR) 17.1 of the Patent Law
of the former German Peru Parente de invenci6n

Democratic Republic of Philippines Patent for invention
October 27, 1983

Poland Opis zgloszeniowy
Greece Diploma evresitechnias

wynalazku

Greece Etisi gia Diploma evres- Portugal Pedido de patente de
itechnias

invencao

Greece Etisi gia Diploma Republic of Konggae t'ukho kongbo
tropopiisis Korea

Hungary Patent application
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Romania

Romania

Russian Federa
tion

Slovakia

Slovenia

Slovenia

Soviet Union

Soviet Union

Spain

Spain

Spain

Sweden

Augi.ist2001
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Descrierea inventiei I I Switzerland AuslegeschriftlFasci-

Cerere de brevet de
I I

cule de la demandelFas-

invente
cicolo della domanda
(Patent Application

Zayavka na izo- published and pertain-

breteniye (Published ing to the technical

applicatiou for inven- fields for which search
tion) and examination as to

Prihlaska vynalezu
novelty are made)

(Published application Switzerland PatentschtiftJFascicule

for iuveution) du brevetlFascicolo del

Patent
brevetto (Patent pub-
lished and pertaining to

Patent s skraj3anim tra-
the technical fields for
which neither search

janjem (Short-term nor examination as to
patent) novelty are made)

Opisanie izobreteniya k Tunisia Talab Baraat Ekhtiraa
patentu

Opisanie izobreteniya k
Turkey Patent tarifnamesi

avtorskomu svide- United Kingdom Patent specification (old
telstvu Law; not printed on

Patente de invenci6n
documents)

Solicitud de patente con
United Kingdom Patent application (new

informe sobre el estado
Law)

de la tecnica (Patent United States of Patent (published
application published America before January 2, 2001)
with search report)

United States of Patent application pub-
Solicitud de patente sin America lication (published
informe sobre el estado beginning March 15,
de la tecnica (Patent 2001)
application published

World Intellec- International applica-without search report)
tual Property tion published with or

Allmant tillganglig pat- Organization without the interna-
entansokan tional search report

Yugoslavia Patenta prijava koja se
moze razgledati

1800-70
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CODE: B Patent Documents Iden- ··1 France Certificat d'utilire,
tified as Primary or deuxieme publication
Major Series -Second de l'mvention
Publication Level

I
I France Certificat d'addition a

EXAMPLES: un certificat d'utilite,

Australia Accepted standard or I I
deuxieme publication
de l'invention

petty patent

Austria Patentschrift 1
I' Germany, Auslegescbrift

'.'

Belgium Brevet d'invention!
Germany (docu- Patentschrift (Auss-
ment published by chliessungspatent),

Uitvindingsoctrooi the Patent Office patent granted in accor-

Brazil Patente (granted patent of the former dance with paragraph

of invention) GDR) 18.1 of the Patent Law
of the former German

Canada Reissue patent (prior to Democratic Republic of
October 1, 1989, under October 27, 1983
previous Patent Act)

Germany (docu- Patentscbrift
Cuba Patente de invenci6n ment published (Wirtschaftspatent),

Czechoslovakia Popis vynalezu k pat- by the Patent patent granted in accor-
Office of the dance with paragraphentu
former GDR) 18.1 of the Patent Law

Czechoslovakia Popis vynalezuk autor- of the former German
skemuosvedceni Democratic Republic of

Czech Republic Patentovy spis (patent
October 27, 1983

specification) Greece Diploma evresitechnias

Denmark Fremlaeggelsesskrift
(Patent of inverition)

(old Law) Greece Diploma tropopiisis

Denmark Patentskrift
(Patent of addition)

Patentskrift (amended)
Hungary Szabadalmi leiras

Denmark
Indonesia Patent granted in accor-

Finland Kuulutusjulkaisu - dancewith article 61 of
Utlaggningsskrift the Patent Law, Number

France Brevet d'invention, 6 of 1989 Concerning

,deuxieme publication Patents

de l'invention Japan Tokkyo koho

France Certificat d'addition a Netherlands Openbaar gemaakte
un brevet d'invention, octrooiaanvrage
deuxieme publication
de l'invention Norway Utlegningsskrift

Poland Opis patentowy
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Portugal

Republic of
Korea

Patente de invencao
(Granted patent of pub
lished application)

T'ukho kongbo

CODE: C Patent Documents Iden
tified as Primary or
Major Series - Third
Publication Level

Spain

Spain

Sweden

Switzerland

United Kingdom

United Kingdom

United States of
America

United States of
America

August 2001

Patente de invenci6n
con informe sobre el
estado de la tecnica
(Patent specification
with search report)

Patente de invenci6n
. con.examen previo
(Patentspecification
published after exami
nation)

Utlaggningsskrift

PatentschriftlFascicule
du brevetlFascicolo del
brevetto (Patent pub
lished and pertaining to
the technical fields for
which search and exam
ination as to novelty are
made)

Amended patent speci
fication (old Law)

Patent specification
(new Law)

Reexantination certifi
cate (published prior to
January 2, 2001)

Patent (published on or
after January 2, 2001)

EXAMPLES:

Argentina Patente de invenci6n
(Patent)

Australia Standard or petty
patent, amended after
acceptance

Canada Patent (under amended
Patent Act, as of Octo-
ber 1, 1989)

Denmark Patentskrift (old Law)

Finland Patentti (Patent)

Germany Patentschrift

Germany (docu- Patentschrift (Auss-
ment published by chliessungspatent),
the Patent Office Patent granted in accor-
of the former dance with paragraph
GDR) 19 of the Patent Law of

the former German
Democratic Republic of
October 27, 1983

Netherlands Octrooi

Norway Patent

Poland Opis patentowy

Republic of Mold- Patent specification
ova

Romania Brevet de inventie

Russian Federa- Patent na izobreteniye
tion (Patent for invention)

Sweden Patentskrift

United Kingdom Amended patent speci-
fication (new Law)

1800-72
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United States of
America

Yugoslavia

CODE: E

Reexamination certifi
cate (published ou or
after-January 2, 2001)

Patentni spis (Patent
specification)

PatentDocuments Iden
tifiedas Series Other
Than the Documents
Coded A, B, C, U, Y, Z,
M, P, S, T, W, Lor R 
First Publication Level

CODE:M

EXAMPLES:

France

France

CODE: P

1800-73

Medicament Patent
Documents

Brevet special de medi
cament

Addition it un brevet
special de medicament

Plant Patent Documents

August2001
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CODE: U Utility Model Docu- Japan Kokai jitsuyo shin-an
mentsHaving a Num- kobO (Published unex-
bering Series Other amined utility model
Than the Documents application)
Coded A, B orC~ First

Japan Toroku jitsuyo shin-anPublication Level
kobO (Published regis-
tered utility model

EXAMPLES: I I application) (without
substantive examina-

Austria Gebrauchsmuster- tion)

schrift (published with Mexico Utility model
or without a search
report) Poland Opis zgloszeniowy

Brazil Pedido de privilegio
wzoru uzytilowego

(unexamined patent Portugal Pedido de modelo de
application for indus- utilidade (Published
trial model) application for a utility

Bulgaria Zajavka za polezni
model)

modeli predostavenaza Republic of Konggae shilyong shin-
publichna inspektzija Korea ankongbo
(Utility model applica-

Rnssian Federa- Svidetelstvo nation made available to
the public) tion poleznuyu model (Cer-

tificate for utility
Czech Republic Uzitny vzor (Utility model)

model)
Slovakia lJoitkovy vzor (Utility

Denmark Almindeligt tilgaenge- model)
lig brugsmodelansogn-

Spain Solicitud de modelo deing
utilidad

Denmark Brugsmodelskrift

Finland . Hyodyllisyysmalli-Nyt-
Utility Model Docu-tighetsmodell (Utility CODE:Y

model) ments Having a Num-
bering Series Other

Germany Gebrauchsmuster Than the Documents

Greece Etisi· giaPistopiitiko
Coded A, B or C- Sec-
ond Publication Level

Ipodigmatos Chrisimo-
titas (Utility model
application)

EXAMPLES:
Hungary Hasznalati minta leiras

Brazil Patente (granted patent(Utility model specifi-
cation) of utility model)
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Bulgaria Opisanie na patent za
polezen model
(Description of a patent
for utility model)

Denmark Brugsmodelskrift

Denmark Brugsmodelskrift
(amended)

Greece Pistopiitiko Ipodigma-
tos Chrisimotitas (Util-
ity model)

Japan Jitsuyo shin-an kobO
(Published examined
utility model applica-
tion)

Poland Opis ochronny wzoru
uzytkowego

Portugal Modelo de utilidade
(Granted utility model)

Republic of Korea Shilyong shin-an
kongbo (Utility model I
specification)

Spain Modelo de utilidad

Spain Model 0 de utilidad

Annex A, Section I

List of States, Other Entities and Intergovernmen
tal Organizations, in Alphabetic Sequence of Their
Short Names, and Their Corresponding Codes

Afghanistan AF

African Intellectual Property OA
Organization (OAPI)

African Regional Industrial AP
Property Organization
(ARIPO)

Albania AL

Algeria DZ

Andorra AD

Angola AO

Anguilla AI

Antigua and Barbuda AG

Argentina AR

Armenia AM

Aruba AW

Australia AU

Country Codes

The two-letter country codes listed below are set
forth in WIPO Standard ST.3, which is published in
the "WIPO Handbook on Industrial Property Informa
tion and Documentation" and is accessible via the
internet at the WIPO website (www.wipo.org). WIPO
Standard ST.3 provides, in Annex A, Section I, a list
ing of two-letter country codes and/or organizational
codes in alphabetic sequence of their short names for
the states, other entities and intergovernmental organi
zations issuing or publishing industrial property docu
ments. Codes for states or organizations that existed
on January I, 1978 but that no longer exist are pro
vided in Annex B, Section 2. Annex B, Section I (not
reproduced below) lists States for which the Codes
have changed.

Austria

Azerbaijan

Bahamas

. Bahrain

Bangladesh

Barbados

Belarus

Belgium

Belize

AT

AZ

BS

BH

BD

BB

BY

BE

BZ
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Benelux Trademark Office BX Croatia HR
(BBM) andBeneluxDesigns

Cuba CUOffice (BBDM)

Benin BJ Cyprus CY

Bermuda BM Czecb Republic CZ

Bhutan BT Democratic People's Repub- KP
lie of Korea

Bolivia BO
Democratic Republic of the CD

Bosnia and Herzegovina BA Congo

Botswana BW Denmark OK

Bouvet Island BV Djibouti OJ

Brazil BR Dominica OM

Brunei Darussalam BN Dominican Republic DO

Bulgaria BG East Timor TP

Burkina Faso BF Ecuador EC

Burundi BI Egypt EG

Cambodia KH El Salvador SV

Cameroon CM Equatorial Guinea GQ

Canada CA Eritrea ER

Cape Verde CV Estonia EE

Cayman Islands KY Ethiopia ET

Central African Republic CF Eurasian Patent Organiza- EA

Chad TO
tion (EAPO)

European Community Trade- EP
Chile CL markOffice (See Office for

China CN I I Harmonization in the Internal
Market)

Colombia CO I I
European Patent Office EP

Comoros KM (EPO)

Congo CG Falkland.Islands (Malvinas) FK

Cook Islands CK Faroe Islands FO

Costa Rica CR Fiji FJ

Cote d'Ivoire CI Finland FI

August 2001 1800-76
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France FR l I Iraq IQ

Gabon GA IEIreland

Gambia GM Israel IL

Georgia GE Italy IT

Germany DE Jamaica JM

Ghana GH Japan JP

Gibraltar GI Jordan JO

Greece GR Kazakstan KZ

Greenland GL Kenya KE

Grenada GD Kiribati KI

Gnatemala ill Korea (See Democratic

Gninea GN
People's Republic of Korea;
Republic of Korea)

Guinea-Bissau GW Kuwait KW

Gnlf Cooperation Council Kyrgyzstan KG
(see Patent Office of the
Cooperation Council for the Laos LA
Arab States of the Gulf)

Latvia LV
Guyana GY

Lebanon LB
Haiti HT

Lesotho LS
Holy See VA

Liberia LR
Honduras HN

Libya LY
Hong Kong (See The Hong

I I Liechtenstein LIKong Special Administrative
Region of The People's I I Lithuania LT
Republic of China)

Luxembourg LU
Hungary HU

Macau MO
Iceland IS

Madagascar MG
India IN

Malawi MW
Indonesia ill

Malaysia MY
International Bureau of the IB,WO
World Intellectual Property Maldives MV
Organization (WIPO)

I I Mali ML
Iran (Islamic Republic of) IR
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South Africa ZA United Kingdom GB

South Georgia and the South GS United Republic of Tanzania TZ
Sandwich Islands

United States of America US
Spain ES

Uruguay UY
Sri Lanka LK

Uzbekistan UZ
Sudan SD

Vanuatu VU
Suriname SR

Vatican City State (See Holy
Swaziland SZ See)

Sweden SE Venezuela VE

Switzerland CH VietNam VN

Syria SY Virgin Islands (British) VG

Taiwan, Province of China TW Western Sahara EH

Tajikistan TJ World Intellectual Property WO,IB

Tanzania (see United Repub-
Organization (WIPO) (Inter-

lie of Tanzania)
national Bureau of)

Thailand
Yemen YE

TH

The Former Yugoslav Repub- MK
Yugoslavia YU

lie of Macedonia Zambia ZM

The Hong Kong Special HK Zimbabwe ZW
Administrative Region of The

Annex B, Section 2People's Republic of China

Togo TG List of States or Organizations That Existed on
January I, 1978, But That No Longer Exist

Tonga TO
Czechoslovakia CS

Trinidad and Tobago TT
Democratic Yemen SY/YD

Tunisia TN
German Democratic Republic DLIDD

Turkey TR
International Patent Institute IB

Turkmenistan TM
Soviet Union SU

Turks and Caicos Islands TC

Tuvalu TV

Uganda UG

Ukraine UA

United Arab Emirates AE
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1852 International-Type Search

PCT Rule 41.

Earlier Search Other Than International Search

41.I.Obligation to Use Results; Refund ofFee

If reference has been made in the request, in the form provided
for in Rule 4.11, to an international-typesearch carried out under
the conditions set out in Article 15(5) or to a search other than an
international or international-type search, the International
Searching Authority shall, to the extent possible, use the results of
the said search in establishing' the' international search report on
the international application. The International Searching Author
ity shall refund the search fee, to the extent and under the condi
tions provided for in the agreement under Article 16(3)(b) or in a
communication addressed to and published in the Gazette by the
International Bureau, if the international search report could
wholly or partly be based on the results of the said search.

37 CFR 1.104. Nature ofexamination.

(a) Examiners action.

*****

(3) An international-type search will be made in all
national applications filed on and after June 1, 1978.

(4) Any national application may also have an interna
tional-type search report prepared thereon at the tinieoLthe
national examination on the merits, upon specific written request
therefor and payment of the international-type search report fee
set forth in § 1.21(e). The Patent and Trademark Office does not
require that a formal report of an international-type search be pre
pared in order to obtain a search fee refund in a later filed interna
tional application.

*****

PCT Rule 41 provides that the applicant may
request in a later filed international application that
the report of the results of the international-type
search, i.e., a search similar to an international search,
but carried out on a national application (37CFR
1.l04(a)(3) and (a)(4)), be usedin establishing an
international search report oil such international appli
cation. An international-type search is conducted .on
all U.S. national nonprovisional applications filed
after June I, 1978. Upon specific request, at the time
of the examination of a U.S. national nonprovisional
application and provided that the payment of the
appropriate international-type search report fee has
been made (37 CFR 1.2l(e)) an international-type
search report Form PCTIISAl20l will also be pre
pared.

1853 Amendment Under rcr Article 19

PCT Article 19.

Amendment of the Claims before the International Bureau

(1) The applicant shall, after having received the .intema
tional search report, be entitled to one opportunity to amend the
claims of the international application by filing amendments with
the International Bureau within the prescribed time limit. He may,
at the same time, file' a brief statement, as provided in the Regula
tions, explaining the amendments and indicating any impact that
such amendments might have on the description and the drawings.

(2) The amendments shall not go beyond the disclosure in
the international application as filed.

(3) If the national law of any designated State permits
amendments to go beyond the said disclosure, failure to comply
with paragraph (2) shall have no consequence in that State.

PCTRule46.

Amendment of Claims Before the International Bureau

46.1.Time Limit

The time limit referred to in Article 19 shall be two months
from the date of transmittal of the international search report to
the International Bureau and to the applicant by the International
Searching Authority or 16 months from the priority date, which
ever time limit expires later, provided that any amendment made
under Article 19 which is received by the International Bureau
after the expiration of the applicable-timelimit shall be considered
to have been received by that Bureau on the last day of that time
limit if it reaches it before the technical preparations for interna
tional publication have been completed.

46.2.Where to File

Amendments made under Article 19 shall be filed directly with
the International Bureau.

46.3.Language ofAmendments

If the international application has _been _filed in a language'
other than the language in which it is published, any amendment
made under Article 19 shall be in the language of publication.

46.4.Statement

(a) The statement referred to in Article 19(1) shall bein the
language in which the international application is published and
shall not exceed 500 words if in the English-language or if trans
lated into that language. The statement shall be identified as such
by a heading, preferably by using the words "Statement under
Article 19(1)" or their equivalent in the language of the statement.

(b) The statement shall contain no disparaging comments on
the international search report or the relevance of citations con
tained in that report. Reference to citations, relevant to a given
claim, contained in the international search .report may be, made
only in connection with an amendment of that claim.
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46.5.Form ofAmendments
The applicant shall be .required to submit a replacement sheet

for every sheet of the claims which, on account of an amendment
or amendments under Article 19, differs from the sheet originally
filed. The letter accompanying the replacement sheets shall draw
attention to the differences between the replaced sheets and the
replacement sheets. To the extent that any amendment results' in
the cancellation of an entire sheet, that amendment shall be com
municatedin a letter.

37 CFR 1.415. The International Bureau.
(a) The International Bureau is the World Intellectual Prop

erty Organization located at Geneva, Switzerland. It is the interna
tional intergovernmental organization, which acts as the
coordinating body under the Treaty and the Regulations (peT Art.
2 (xix) and 35 U.S,C. 351(h».

(b) The major functions of the International Bureau include:
(1) Publishing of international applications and the Inter

national Gazette;
(2)· Transmitting copies of international applications to

Designated. Offices;
(3) Storing and maintaining record copies; and
(4) Transmitting information to authorities pertinent to

the processing of specific international applications.

PCT Administrative Instruction Section 205.
Numbering and Identification ofClaims Upon Amendment

(a) Amendments to the claims under Article 19 or Article
34(2)(b) may be made either by cancelling one or more entire
claims, by adding one or more new claims or by amending the text
of one or more of the claims as filed. All the claims appearing ona
replacement sheet shall be numbered in Arabic numerals. Where a
claim is cancelled, no renumbering of the other claims shall be
required. In all cases where claims are renumbered, they shall be
renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second
and third sentences of Rule 46.5(a) orin the second and fourth
sentences of Rule 66.8(a), indicate the differences between the
claims as filed and the claims as amended. He shall, in particular,
indicate in the said letter, in connection with each claimappearing
in the international application (it being understood that identical
indications concerning several claims may be grouped), whether:

(i) the claim is unchanged;
(ii) the claim is cancelled;
(iii) the claim is new;
(iv) the claim replaces one or more claims as filed;
(v) the claim is the result of the division of a claim as

filed.

The applicant has one opportunity to amend the
claims only of the international application after issu
ance of the Search Report. The amendments to the
claims must be filed directly with the International
Bureau, usually within 2 months of the date of mail
ing of the Search Report. If the amendments to the
claims are timely received. by the International

Bureau, such amendments will be published as part of
the pamphlet directly following the claims as filed.
Article 19 offers applicants the opportunity to gener
ally amend the claims before entering the designated
Offices. The national laws of some designated Offices
may grant provisional protection on the invention
from the date of publication of the claims. Therefore,
some applicants take advantage of the opportunity
underArticle 19 to polish the claims anticipating pro
visional protection. See peT Rule 46.5.

1857 International Publication

PCT Article 21.
International Publication

(1) The International Bureau shall publish international
applications.

(2)(a)Subject to the exceptions provided for in subparagraph
(b) and in Article 64(3), the international publication of the inter
national application shall be effected promptly after the expiration
of 18 months from the priority date of that application.

(b) The applicant may ask the International Bureau to
publish his international application -any time before the expira
tion of the time limit referred to in subparagraph (a); The Interna
tional Bureau shall proceed accordingly, as provided in the
Regulations.

(3) The international search report or the declaration referred
to in Article 17(2)(a) shall be published as prescribed in the Regu
lations.

(4) The language and form of the international publication
and other details are governed by the Regulations.

(5) There shall be no. international publication if the interna
tional application is withdrawn or is considered withdrawn before
the technicalpreparations for publication have been completed.

(6) If the international application contains expressions or
drawings which, in the opinion of the International Bureau, are
contrary to morality or public order, or if, inits opinion, the inter
national application contains disparaging .statements as defined in
the Regulations, it may omit such expressions drawings, and state
ments, from its. publications, indicating the place and number of
words or drawings omitted, and furnishing, upon request, individ
ual copies of the passages omitted.

PCT Article 29.
Effectsofthe International Publication

(I) As far as .the protection of any rights of the applicant in a
designated. State is concerned, the effects, in that State, of the
international publication of an international application shall, sub
ject to the provisions of paragraphs (2) to (4), be the same as those
which the national law of the designated State provides for the
compulsory. national publication of unexamined national applica
tions as such.

(2) If the language in which the international publication has
been effected is different from the language in which publications
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under the national law are-effected in the designated State, the said
national law. may provide that the effects provided for in para
graph (I) shall be applicable only from such time as:

(i) a translationinto the latter language has been pub

lished as provided"?y the ·liiltion~ll~\V,.or
(ii) a translation into the latter language' has' been" made

available to the public, by laying open for public inspection as
provided by the national law, or

(iii) a' translation into' the latter language has, been trans
mitted by the applicant to the actual or prospectiveunauthorized
user of the invention claimed.in the international applicationcr

(iv) both both the acts described in (i) and (iii), or both the
acts described in fii) and (~i)"have taken place.

(3) The national law of any designated State may provide
that, where the international publication .has been effected, on the
request of the applicant, before the expiration of 18 months from
the priority date, the effects provided for in paragraph (I) shall be
applicable only from the expiration of 18 months from the priority
date.

(4), The national.law .of any designated State may .provide
that the effects provided for in paragraph (I) shall.be applicable
only from-the .date on which a copy of the international applica
tion as published '.under Article 21 has been, received ,in the
national Office of or acting .for such State. The said Office shall
publish.thedate of receipt in its gazette as soon as possible.

PCT Administrative Instruction Section 404.
International Publication Number ofInternational Appli

cation

The International Bureau shall assign to each published inter
national application" an international publication number which
shall be different from the international application number. The
international pUblication number shall be used on the pamphlet
and in the Gazette entry. It shall consistof the two-letter code WO
followed by a two-digit designation of the last tW? numbers ofthe
Year of publication, a slant.jmd 'a serial number consisting of five
digits (e.g., WQ78/12345).

35 V.S.c. 374, .Publication ofinternational application.
The publication under the treaty defined in section 351(a) of

this title, of an international application designating the ,united
States shall confer the saI11erig~ts and shall have the same effect
under this title as an application for patent pUblisheq,under section
122(b), except as provided in sections 102(e) and 154(d) of this
title.

The publication of international applications cur
rently occurs every other Thursday, Under PCT Arti
cle 20 the International Bureau sends copies. of
published applications to each of the designated
Offices on the day of publication. Until October 1,
1995, as~ .PCTmember country, theU.S. Patentand
Trademark Office received copies of all published
international applications.in printed form for inclusion
in the examiner search files. The U.S. Patent and

Trademark Office now receives the published interna
tional applications on CD-ROM disks and in other
electronic formats. For information on obtainingcop
ies of these applications, see MPEP § 901.05(c). The
applications are .also published in the peT Gazette,
which can be accessed electronically through The
Intellectual Property Digital Library Web site (http://
ipdl.wipo.intl) of the World Intellectual Property
Organization.

1857.01 Prior Art Effect of the
International Publication

35 U.S.c. 374. Publication of international application.
The publication under the treaty defined, in section 351(a) of

this title, of an international application designating the United
States shall confer, the, same rights and shall have the,'same effect
under this title as an application for patent published under section
122(b), except as provided in sections 102(e) and 154(d) of this
title.

35 U.S.c. 102. Conditions for patentability; novelty and
loss oj right to patent.

A person shall be entitled to a patent unless~

*****

(e) the invention was described,in-

(1) an, application for patent, published under section
l22(b), by anotherfiled'inthe United States before the invention

.by the applicant for patent, except that an international application
filed l.mderthe treaty definedin section 351(a) shall have the
effect under this subsection of a' national application published
under section 122(b) only if the international application designat
ing the United States was published under Article 21(2)(a) of such
treaty in the English language; or

*****

In certain situations the publication of an interna
tional application underPCT Article 21(2)(a) may be
used as prior art as of its international filing date
under 35 U.S.c. 102(e). In order for such a publica
tion to be eligible for use as prior art under 35 U.S.C.
!O2(e) as of its international filing date the following
conditions must be met:

(A) The U.S. application being examined must
have been filed on or after November 29, 2000 (or
filed prior to November 29,2000 and voluntarily pub
lished); and

(B) The international application must have:
(1) been filed on or after November 29, 2000
(2) designated the United States;
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(3) been published under Article 21(2)(a) in
English; and

(4) entered the national stage under 35 U.S.c.
371.

If any of the above conditions have not been satis
fied, the publication of the international application
may only be used as prior art as of its publication date
under 35 U.S.c. 102(a)or (b).

1859 Withdrawal of International
Application or Designations

peTAdministrative Instruction Section 326.

Withdrawal by Applicant Under Rule 90b;'.I,

9obi'.2 or 90bi' .3

(a). The receiving Office shallpromptly transmit to the Inter
national Bureau any' 'notice from the applicant effecting with

drawal of the international application under Rule 90bis.l , of a

designation under Rule 90bis.2 or of a priority claimunder Rule

90bis.3 which has been filed with it together with an indication of
the date of receipt of the notice. If the record copy has not yet
been sent to the International Bureau, the receiving Office shall
transmit the said notice together with therecordcopy.

(b) If the search copy has already been sent to the Interna
tional Searching Authority and the international application is

withdrawn under Rule 9obis.l or a priority claim is withdrawn

under Rule 90bis .3, the receiving Office shall promptly transmit a
copy of the notice effecting withdrawal to the International
Searching Authority.

(c) If the search copy has not yet been sent to the Interna
tional Searching Authority and the international application is

withdrawn under Rule 90bis.l , the receiving Office shall not send
the search copy to the InternationalSearching Authority and shall,
subject to Section 322, refund the search fee to the applicant
unless it has already been transferred to the International Search
ing Authority. If the search fee has already been transferredto the
International Searching Authority, the receiving Office shall send
a copy of the request and of the notice effecting withdrawal to that
Authority.

(d) If the search copy has not yet been sent to the Interna
tional Searching Authority and a priority claim is withdrawn

under Rule 9rfis .3, the receiving Office shall transmit a copy of
the notice effecting withdrawal to the International Searching
Authority together with the search copy.

PCl' Administrative Instruction Section 414.
Notification to the International Preliminary Examining

Authority Where the Internationai Application or the Des
ignations ofAll Elected States Are Considered Withdrawn

If a demand has been submitted and the international appllca
tion or the designations of all designated States which have been

elected are considered withdrawn under Article 14(1), (3) or (4),
the International Bureau shall promptly. notify the International
Preliminary Examining Authority, unless the international prelim
inary examination report has already issued.

The applicant may withdraw the international
application by a notice addressed to the International
Bureau or to the receiving Office and received before
the expiration of 20 months from the priority date.
Where a Demand for international preliminary exami
nation has been filed before the expiration of 19
months from the priority date, the international appli
cation may be withdrawn by a notice addressed to the
International Bureau or to the International Prelimi
nary Examining Authority and received before the
expiration of 30 months from the priority date. Any
such withdrawal is free of charge. A notice of with
drawal must be signed by all the applicants. An
appointed agent or appointed common representative
may sign such a notice on behalf of the applicant or
applicants who appointed him, but an applicant who is
considered to be the common representative may not
sign such a notice on behalf of the other applicants.
As to the case where an applicant inventor for the
United States of America refuses to sign or cannot be

foundorreached see peT Rule 90bis5(b).

The applicant may prevent international publication
by withdrawing the international application, pro
vided that the notice of withdrawal reaches the Inter
national Bureau before the completion of technical
preparations for that publication. The notice of with
drawal may state that the withdrawal is to be effective
only on the condition that international publication
can still be prevented. In such a case the withdrawal is
not effective if the condition on which it was made
cannot be met that is, if the technical preparations for
international publication have already been com
pleted. International publication may be postponed
by withdrawing the priority claim.

The applicant may withdraw the designation of any
State by a notice addressed to the International Bureau
or to the receiving Office and received before the
expiration of 20 months from the priority date. Where
a Demand for international preliminary examination
has been filed before the expiration of 19 months
from the priority date, the designation of any elected
State may be withdrawn by a notice addressed to the
International Preliminary Examining Authority and
received before the expiration of 30 months from the
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priority date. Anysuch withdrawal is free of charge.
A notice of withdrawal must be signed by all the
applicants. An appointed agent or appointed common
representative may sign such a notice on behalf of the
applicant or applicants who appointed him, but an
applicant who is considered to be the common repre
sentative may not sign such a notice on behalf of the
other applicants. If all designations are withdrawn, the
international application will be treated as withdrawn.

The applicant may withdraw a priority claim made
in the international application by a notice addressed
to the International Bureau or to the receiving Office
and received before the expiration of 20 months from
the priority date. Where a Demand for international
preliminary examination has been filed before the
expiration of 19 months from the priority date, the
notice must be received before the expiration of
30 months from the priority date. In the latter case, the
notice may also be addressed to the International Pre
liminary Examining Authority. Any or all of the prior
ity claims may be so withdrawn. Any such withdrawal
is free of charge. A notice of withdrawal must be
signed by all the applicants. An appointed agent or
appointed common representative may sign such a
notice on behalf of the applicant or applicants who
appointed him, but an applicant who is considered to
be the common representative may not sign such a
notice on behalf of the other applicants.

Where. the withdrawal of a priority claim causes a
change in the priority date of the international appli
cation, any time limit which is computed from the
original priority date and which has not yetcxpired-e
for example, the time limit before which processing in
the national phase cannot start-is computed from the
priority date resulting from the change. (It is not pos
sible to extend the time limit Concerned if it has
already expired when the priority claim is with
drawn.) However, if the notice of withdrawal reaches
the International Bureau after the completion of the
technical preparations for international publication,
the International Bureau may proceed with the inter
national publication on the basis ofthe time limit for
international publication as computed from the origi
nal priority date.

1860 International Preliminary
Examination

EXAMINATION PROCEDURE

The International Preliminary Examination is to be
carried out in accordance with PCT Article 34 and
PCT Rule 66. After the Demand is checked for com
pliance with PCT Rules 53 - 55, 57 and 58, the first
step of the examiner is to study the description, the
drawings (if any), and the claims of the international
application and the documents describing the prior art
as cited in the international search report.

A written opinion must be prepared if the examiner:

(A) Considers that the international application
has any of the defects described in P~T Article 34(4)
concerning subject matter which is not required to be
examined or which is. unclear or inadequately sup
ported;

(B) Considers that the report should be negative
with respect to any of the.claims because of a lack of
novelty, inventive step (non-obviousness) or indus
trial applicability as described in PCT Article 33(2) 
(4);

(C) Notices any defects in the form or contents of
the international application;

(D) Considers that any amendment goes beyond
the disclosure in the international application as origi
nallyfiled;

(E) Wishes to make an observation on the Clarity
of the claims, the description, the drawings or to the
question whether the claims are fully supported by the
description (PCT Rule 66.2);

(F) Decides not to carry out the international pre
liminary examination on a claim for which no Interna
tional Search Report was issued; or

(G) Considers that no acceptable amino acid
sequence listing is available in a. form that would
allow a meaningful international preliminary exami
nation to be carried out.

The written 0p'illon is prepared on form PCTI
IPEAl408 to notify applicant of the defects found in
the international application. The examiner is further
required to fully state the reasons for his/her opinion
(PCT Rule 66.2(b» and invite a written reply, with
amendments where appropriate (PCT Rule 66.2(c»,
normally setting a 2 month time limit for the reply.

August2001 1800-84



PATENT COOPERATION TREATY 1862

The applicant may reply to the invitation by making
amendments or, if applicant disagrees with the opin
ion of the examiner, by submitting arguments, as the
case may be, or both.

The U.S. Rules of Practice pertaining to interna
tional preliminary examination of international appli
cations permit a second written opinion in those cases
where sufficient time is available. Normally only one
written opinion will be issued. Auy reply received
after the expiration of the set time limit will not nor
mally be considered in preparing the international pre
liminary examination report. In situations, however,
where the examiuer has requested an amendment or
where a later amendment places the application in

better condition for examination, the amendment may
be considered by the examiner.

If the applicant does not reply to the written opinion
within the set .time period, the. international prelimi
nary examination report will be prepared after expira
tion of the time limit plus sufficient time to have any
reply clear the Mail Center.

If, after initial examination of the international
application, there is no negative statement or com
ment to be made, then only the international prelimi
nary examination report will issue without a written
opinion having been issued.

1861 Chapter II Basic Flow
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1862 Agreement with the International
Bureau To Serve as an
International Preliminary
Examination Authority

PCT Article 32.
The International Preliminary Examining Authority

(1) International preliminary examination shall be carried
out by the International Preliminary Examining Authority

(2) In the case of demands referred to in Article 31(2)(a), the
receiving Office, and, in the case of demands referred to in Article
3t(2)(b). the Assembly, shall. in accordance with the applicable
agreement between the interested International Preliminary
Examining Authority or Authorities and the International Bureau,

specify the International Preliminary Examining Authority or
Authorities competent for the preliminary examination.

(3) The provisions of Article 16(3) shall apply, mutatis
mutandis, in respect of the International Preliminary Examining
Authorities.

PCT Article 34.
Procedure before the International Preliminary Examining

Authority

(1) Procedure before the International Preliminary Examin
ing Authority shall be governed by the provisions of this Treaty,
the Regulations, and the agreement which the International
Bureau shall conclude, subject to this Treaty and the Regulations,
with the said Authority,

*****
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37 CFR 1.416. The United States 1nternational
Preliminary Examining Authority.

(a) Pursuant to appointmeut by the Assembly, the United
States Patent and Trademark Office will act as an International
Preliminary' Examining Authority for international applications
filed in the United'StatesReceiving Office and in other Receiving
Offices as, may be 'agreed' upon by the Commissioner; -in accor
dance with agreement between the Patent and Trademark Office
and the. International Bureau.

(b) The Uuited States Pateut and Tradelllark Office, wben
acting as"ail International Preliminary ExaminingAuthority; will
be identified by the full title "United States International Prelimi
nary Examining Authority" or by the abbreviation "IPEAfUS."

(c) The major functions of the International Preliminary
ExaminingAuthorityinclude:

(1) Receiving and checking for defects-ill the Demand;
(2) Forwarding Demands in accordance with peT Rule

59.3;

(3) Collecting the haudling fee for the International
Bureau and the preliminary examination fee for the United States
International Preliminary Examining Authority;

(4) Informing applicant of receipt of the Demand;
(5) Considering the matter of unity of invention;

(6) Providing an international preliminary examination
report which is a nonbinding opinion on the questions whether the
claimed invention appears to be novel, to. involve inventive step
(to be nonobvious), and to be industrially' applicable; and

(7) Transmitting the international preliminary examina
tion report to applicant and the International Bureau.

An agreement was conclnded between the United
States Patent and Trademark Office (USPfO) and the
International Bnreau under which the USPfO agreed
to serve as an International Preliminary Examining
Authority for those applications filed in the USPfO as
a Receiving Office and for those international applica
tions filed in other receiving Offices for which the
USPfO has served as an International Searching
Authority.

The agreement is provided for in PCT Articles
32(2) & (3) and 34(1), and in PCT Rules 59;1, 63.1,
72.1, and 77.1(a). Authority is given in 35 U.S.C.
361(c), 362(a)& (b) and in 364(a). 37 CFR 1.416(a)
and PCT Administrative Instructions Section 103(c)
are also relevant.

1864 The Demand and Preparation
for Filing of Demand

37 CFR 1.480. Demand for international preliminary
examination.

(a) 'On the filing of a proper Demand in an application for
which the United States International Preliminary "Examining
Authority is competent and for which the fees have been paid, the

international application shall be the subject of ,an international
pre~iminary examination, The preliminary examination fee
(§ 1.482(a)(I)) and the handling fee (§ 1.482(b» shall be dne at
the tinte of filing the Demand.

(b) The Demand shall be made on a standardized: form. Cop
ies of the printed Demand forms are available from the Patent and
Trademark Office. Letters 'requesting' printed Demand forms
shonld be marked "Box PCT."

(c) If the Demand.is made prior to theexpiration of the 19th
month from the priority date and the United States of America is
elected. the provisions of § 1.495 shall apply rather than § 1.494.

(d) Withdrawal of a proper Demand prior to the start of the
international preliminary examination willentitle applicant to a
refund' of the preliminary examination fee minus the amount of
the transmittal fee set forth in § 1.445(a)(I).

Once applicant has requested the filing of an inter
national application under Chapter I which affords
applicants the benefit of an international search, appli
cant has the right to file a Demand for preliminary
examination. The use of the term "Demand" distin
guishes Chapter II from the "Request" under Chapter
I. Applicants who timely and properly file a Demand
for preliminary examination are able to defer or delay
the time for entry into the national stage from 20
months (under Chapter I) to 30 months from the earli
est priority date. It is not possible to file a Demand
unless ,a proper Chapter I "Request" for an interna
tional application has been filed.

The Demand should be filed on PCT Form PCTI
IPEAl401 along with the fee transmittal sheet. For
information on obtaining these forms free of charge,
see MPEP § 1730.

1864.01 Amendments Filed with Demand

PCTRule66.
Procedure before the International Preliminary Examining

Authority

*-****

66.8.Form ofAmendments

(a) Subject to paragraph (b), the applicant shall be required
to submit a replacement sheet' for every 'sheet of the international
application which, on account,of an amendment, ,differs from the
sheet previously filed. The letter accompanying the replacement
sheets shall draw attention to the differences between the replaced
sheets and the replacement sheets .and shall preferably also
explain the reasons for the amendment.

(b) Where -the amendment consists in the deletion of pas
sages or ,in minor alterations or additions,,' the replacement
sheet referred to in paragraph (a) may be a copy of .the relevant
sheet of the international: application containing the alterations or
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additions, provided that the clarity. and direct. reproducibility of
that sheet are not adversely affected. To the extent that any
amendment results in the cancellation of an entire ,sheet, that
amendment shall be communicated in a letter which shall prefera
bly alsoexplain the reasons for the amendment

*****

37 CFR i.485. Amendments by applicant during
international preliminary examination.

(a) The applicant may make amendments at the time of fil
ing the Demand. The applicant may also make amendments
within the time limit set by the International Preliminary Examin
ing Authority for reply to any notification under §.1.484(b) or to
any written opinion; Any such amendments must:

(1) Be made by submitting a replacement sheet in com
pliance with PCT Rules 10 and 11.1 to 11.13 for every sheet of the
application which differs from the sheet it replaces' unless an
entire-sheet is cancelled; and

(2) Include a description of how the replacement sheet
differs from the replaced sheet. Amendments that do not comply
with PeT Rules 10 and 11.1 to'11.13 may not be entered.

(b) If an amendment, cancels an entire sheet of the interna
tional application, that amendment shall be communicated in a
letter

Amendments may be filed with the Demand (PCT
Article 34) if desired to place the application claims in
better condition for international preliminary exami
nation. Such amendments, however, may not include
new matter.and must be.accompanied by a description
of how the replacement sheet differs from the
replaced sheet.

Amendments filed after the Demand cannot be
assured of consideration since the examiner will be
taking up the application to draft the written opinion
rather promptly because of the short examination
period.

1864.02 Applicant's Right to
File a Demand

PCT Article st.
Demandfor International Preliminary Examination

*****

(2)(a)Any applicant who is a resident or nationalr asdefined
in the Regulations, of a Contracting State bonnd by Chapter IT,
and whose international application has been filed with the receiv
ing Office of or acting ,for .such State, may make a demand for
international preliminary examination.

*****

PCTRule54.
The Applicant Entitled to Make a Demand

54.i.Residence and Nationality
(a) 'Subject to the provisions of paragraph (b), the residence

or nationality of the applicant shall, for the purposes of Article
31(2), he determined according to Rule 18.1(a) and (b).

(b'l-The . International Preliminary ,Examining, Authority
shall, in the circumstances specified in the AdministrativeInstruc
tions, request the receiving Office or, where the international
application was filed with the International Bureau as receiving
Office, the national Office of, or acting for, the Contracting State
concerned to decide the question whether the applicant is a resi
dent or national of.the Contracting State ofwhichhe claims to be
a resident or national. The International Preliminary Examining
Authority shall inform the 'applicant of any such request. The
applicant shallbaveanopportunity to submit arguments directly
to the Office concerned. The Office concerned shall decide the
said question promptly.

54.2.Right to Make a Demand
The right to make a demand"under Article 31(2) shall exist if

the applicant making the demand or, if there are two or more
applicants, at least one of them is a resident or national of a Con
tracting State bound by' Chapter n and the international applica
tion has 'been filed with a receiving Office of or acting for a
Contracting State bound hy Chapter IT.

(i) [Deleted]
(ii) [Deleted]

54.3 International Applications Filed with the interna
tional Bureau as Receiving Office

where the international application is filed with the Interna
tional Bureau as receiving Office under Rule 19.I(a)(iii), the
International Bureau shall, for the purposes of Article 31(2)(a), he
considered to' be acting for, the Contracting State of which. the
applicant-is a resident or national.

54.4.Applicant Not Entitled to Make a Demand
If the applicant does not have the right to make a demand or, in

the case of two or more applicants, if ~one,of them has the right to
make a demand under Rule 54.2, the demand shall be considered
not to have been submitted.

If there is a sole applicant, he or she must be a resi
dent or national of a Contracting State bound by
Chapter II of the PCT. If there are two or more appli
cants, it is sufficient thatone of them be a resident or
national of a Contracting State bound by Chapter II,
regardless of the elected State(s) for which each appli
cant is indicated, Only applicants for the elected
States are required to be indicated in the Demand. The
detailed requirements for the various indications
required in connection with each applicant (name
and address, telephone number, facsimile machine
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number or teleprinter address, 'nationality and resi
dence) are the same as those required underPCT Rule
4 in connection with the Request. , Note that any
inventor who is not also an applicant is not indicated
in the Demand.

If the recording of a change in the,name or person

has been requested under PCT Rule 92bis:1 before the
Demand was filed, it is the applicai1t(s)ofrec?rdat
the time when the Demand is filed who must be indi
cated in the Demand,

1864.03 States Which May Be Elected

PCT Article 31.
Demandfor 1nternational Preliminary Examination

*****
(4)(a)The demand shall indicate the Contracting State or

States in which the applicant intends to use the results of the inter
national. preliminary.:examination__ ("elected _States"), _Additional
Contracting States may be elected later. Election rna)' relate only
to Contracting,States already designated under Anicle a.

(b) Applicaots referred toinparagraph (2)(a) may' elect aoy
Contracting State bound by: Chapter -II, Applicants referred to. in
paragraph (2)(b) may elect only such Contracting States bound by
Chapter II as have declared that they are prepared to be elected by
such applicants.

*****
Only PCT member states which have ratified or

acceded to Chapter Hand which lVere designated in
the Requestmay be elected under. Chapter II. The
Assembly has taken no action to allow persons who
are residents or nationals of a State not party to the
PCT or not bound by Chapter II to make a Demand
u.nder Article 31(2)(b).

,. '.-. - '..

1864.04 . Agellt's Right to Act

Any agent entitled to practice before the receiving
Office where the international application was filed
may represent the applicant before the international
authorities (PCT Article49).

If for any reason, the examiner needs to question
the right of an attorney or agent to practice before the
International Preliminary .Examining. Authority, the
USPTO roster of. registered attorneys and agents
should be consulted.'. If the international application
was filed with a receiving Office other than the United
States, Form PCTIIPEA/410 maybe used by the
requesting IPEA to ask the receiving Office with

which the international application was filed, whether
the agent named in the international application has
theright to practice beforethat Office.

The PCT Article and Regulations governing the
right to practice are PCT Article 49 and PCT Rule 83.

1865 Filing of Demand

PCT Article 31.
Demand for International Preliminary Examination

(1) On.the demand of the applicant, his international applica
tion. shall be. the subject of an' international preliminary examina
tion as provided in the following provisions and.the Regulations.

*****
(3). The demand for._international. preliminary. examination

shall be made separately from the international application. The
demCllld shall contain the prescribed particulars and shall be in the
prescribed language and form.

*****
(6)(a)Thedemaod shall be submitted to the competent Inter

national Preliminary Examining Authority referred to in Article'
32.

*****
Applicants should mail the Demand·and appropri

ate fees directly to the International preliminary
EXamining Authority they desire toprepare theInter
national Preliminary Examination . Report. United
States applicants who have had the international
search prepared by the European Patent Office may
alsorequestthe EuropeanPa.tent Office to act as the
International Preliminary Examining Authority.

Demands filed in the European Patent Office
should be addressed to:

European Patent Office
Erhardstrasse 27
D-80331 Munich
Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:

Assistant Commissioner for Patents
BoxPCT
Washington, DC 20231.

The "Express Mail" provisions Of 37CFR 1.10
may be used to file a Demand under Chapter II in
the USPTO. Applicants are advised that failure to
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comply with the provisions of 37 CPR 1.10 will result
in the paper or fee being accorded the date of receipt
and not the date of deposit. See MPEP § 513.

Demand for international preliminary examination
may be submitted to the USPTO via facsimile. The
Certificate of Mailing or Transmission practice under
37 CFR 1.8 CANNOT be used to file a Demand if the
date of deposit is desired. If used, the date of the
Demand will be the date of receipt in the USPTO. See
MPEP § 513, § 1834, and § 1834.oI.

All Demands filed in the USPTO must be in the
English language.

PCT Rule 59.3 was amended July I, 1998 to pro
vide a safeguard in the case of a Demand filed with an
International Preliminary Examining Authority which
is not competent for the international preliminary
examination of a particular international application.
The USPTO may forward such a Demand to the Inter
national Bureau and the International Bureau will for
ward the Demand to a competent International
Preliminary Examining Authority pursuant to PCT

Rule 59.3(c). The competent International Prelimi
nary Examining Authority will process the Demand
based on the date of receipt in the USPTO. See
37 CFR 1.416(c)(2).

CHOICE OF EXAMINING AUTHORITY

U.S. residents and nationals may choose to have the
International Preliminary Examination done either by
the IPEA/EP or. the IPEAfUS. The IPEA/EP has
agreed that it would act as International Preliminary
Examining Authority for any Chapter II case in which
it served as the ISA. The IPEAfUS will serve as Inter
national Preliminary Examining Authority for U.S.
residents and nationals if the U.S. or EPO served as
ISA.

The IPEAfUS will also serve as International Pre
liminary Examining Authority for residents or nation
als of Barbados, Brazil; India, Israel, Mexico, New
Zealand, South Africa, and Trinidad and Tobago if the
U.S. was the International Searching Authority.
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17Ie deniilnd must be flkd directly withthe oompeienl IntenialJoiio/ PreIfmiJuuy ExaminiJlgAuthorityor.If tMoor mere AtIJ1IOrlJiis ore~t,
withtheonechosen by theapplkunt. 17ie fidJ name o- fwo./etter rodeO/rhot AIIIhoriJy mayhe indicuJaJby the applicant otI the linebelow:
IPEAI-"U"'S'-- _

peT I CHAPTER II I
DEMAND

U'rider Article 31 of the Patent Cooperation Tteaty:
The undersigned requeststhat-the international applicationspecifiedbelowbethe subjectof

international preliminaryexaminationaccording to thePatentCooperationTreaty and
herebyelects all eligibleg,tates (exceptwhereotherwiseindicated).

'I<Ponn PCTIIPEN401 (first sheet)(March 2001; reprintJuly

ForInternational Pretiminar Examining Authority useonly

Identification of JPEA , " ·Date of receiptof DEMAND

BOx No.I IDENTIFICATION OF THE INTERNATIONACAPPLICATION
.Applicant'sor agent's file reference
CMC-123-PCT

International application ~o. 11.......onal rdingdate (day/monlhlyea,) (Earliest) PriOrity date (day/month!year)

PCT/USOO/999999
11 January 2000 (11.01.00) 11 January 1999 (11.01.99)

Title of invention
SELF-STEERING GEAR FOR SAILBOATS

,

Dol[ No. II APPUCANT(S)
,

Nameand address: (Fan;:LIlflllltfnlllTWtd bygi_ tla/flff: for ~ /egtI1 entby.r ojJidal duignoliD1l. Telephone No.
'l7rr IYM mllitincluth po.flal ",de flIId name ofmuntly. 305-555-1122

COLUMBIA MARINE CORPORATION Facsimile No.
100 Front Street 305-555-1123
Annapolis, Maryland 20726 Teleprinter No.
United States of America

Applicant'sregistrationNo.withtheOffice

State (that is, rountry)of nationality: State(thatts. country)of residence:
US US

Nameand address: (Family namr.fnJ/owrd bygimr name: jiJ" a legtll rnJity,jilU a1ficiJIJ tk.~/ifln. ThrodtJrm.f mu.l( include pmtlll oode(lJId nameofrounJry,j

JONES, John Paul
200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

State (that L~. country) of nationality: State(thatL~, country)of residence:
US US

Narneand address: (Family namefallowed byg;VC!I/ name: fora legalentity,jilD flj)iciJlI de.iiglJalion. The rNkJreM mll.'it Include pn.ital codeandrUlme ofcrnmtry.)

State (lhat L~. country) of nationality: State(thaI is,country) of residence:

o Furtherapplicants are indicated on a continuation sheet.

_~~n - .. . u
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SheetNo.. 2-
International applicationNo.

. PCT/USOO/99999

80I No. III AGENT OR COMMON REPRESENTATIVE; oa ADDREss FORCORRESPONDEr;CE

The followingperson is 00. agent D commonrepresentative

and [i] bas been appointedearlierand representsthe applicant(s)also for internationalpreliminaryexamination.

o is herebyappointedand anyearlier appointmeDt oC(an)agent(s)fcom:mon representativeis herebyrevoked.

D. is hereby appointed, specificallyfor the procedurebeforethe InternationalPreliminaryExaminingAuthorit~, in additionto
the agent(s)/commonrepresentativeappointedearlier.

Nameand address:(Fa",/X "ome!"llo'Wed%given name; for a kgaJ entilyJull officialde.flgnatlon. Telephone No.
The Q 'dress musl incfu e pmtal code and naMe ill coulllry)

617-577~7777

ADAMS,John FacsimileNo.
345 State Street 617-577-7778
Boston, MA 02110 Teleprinter No.
United States of America

Agent's registrationNo.with theOffice

99,999
D Address for £orrespondence: Markthischeck-box. whereno ~entor commonrepresentative islhasbeen appointed and the

space above is~usedinstead to indicatea specialaddress to whic correspondenceshouldbe sent. . '

Box No. IV BASIS FORINTERNATIONAL PRELIMINARY EXAMINATION .

Statement mncemfng ameDdmeDts:*

I. The applicantwishes the internationalpreliminaryexaminationto start on the basis of:o the internationalapplicationas originallyflied

the description (j) as originally filCd

D as amendedunderAnicle 34

theclaims D as originallyfiled

D as amendedunderArticle 19 (togetherwith any accompanying statement)

00 as amendedunderArticle34

the drawings 00 as originally filed

D as amendedunder Article34

2. D The applicant wishesany amendmentto the claims under Article 19 to be consideredas reversed.

J. o The applicantwishesthestart efthe international preliminaryelUUJlination to be postponed untiltheexpirationof20 months
from the priority date unless the International PreliminaryExaminingAuthority receivesa copy of any amendmentsmade
underArticle 19or a notice from the applicantthat he doesnotwish to makesuchamendments (Rule69.I(d». (ThJ.f check-
boxmay he marlred only wherethe timelimitunderArticleJ9 ha.<i'notYetexpired.)

• Where no check-box is marked, international preliminary elUlJnination will start on the basis of the intemationalapplication
as originallyflied or, whereacopyof amendments to theclaims underArticle 19 and/oramendments of the internationalapplication
underArticle34are receivedby the International PreliminaryExaminingAuthoritybeforeit hasbeguntodrawup a written opinion
or the internationalpreliminaryexaminationreport,as 90 amended.

Language for the purposes oflntematlonal prelimInary examination: Ellglish....................................,.....................................
liI which is the language in which the international application was filed.

D which is the language ofa translation furnished for the purposea nf fntematlcnal search.

D which is the language ofpublication of the international a~pUC8tion.o which is the language of the translation (to be) furnished for the purposes of international preliminary examination.

Box No. V ELECTION OF STATES .. .. . .

The applicanthereby eleets all ellglhle States (that ;'Y, all Slale.y whichhave beendesignated. antiwhichare boulJdby Chaptern 0/
the peT)

excludingthe followingStates which the applicantwishes not to eleet:

.

1865
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SbeetNo..3.
International application No.

. . . PCT/USOO/99999

BOI No. VI CHECKLIST
..

The demand is accompaniedby the followingelements, in the languagereferred to in For International PreliminBIy
Box.No. IV, for the PUIJlO80S of internationalpreliminaryexamination: Examining Authority use only

received not received

1. translation of internationalapplication Sheets 0 0
2. amendments under Article 34 aheets

.
0 0, 2

3. copy (or, where required, tratislation) of

0 0amendments under Article 19 , sheets

4. copy(or. where required. trl1l1SlatiOn) of
statement under Article 19 , sheets 0 0

s. letter 1 ",..., 0 0
6. other (.<;pecify) ,

shee" 0 0

The demand is also accompanied by the item(s) marked below:

1. III fee calculation sheet 5. 0 statement explaining~ofsignature

2.-0 original separate power ofattorney 6. 0 sequence 1~In'coinPuterreadable form
.

3.0 original general pOwerofattori1ey 7·0 other('<;pecifY):

4.0 copy of general powerofattomey;
reference ~wnber. ifany:

Bos No. vn SIGNATURE OF APPLICANT, AGENT OR COMMON REPRESENTATIVE
Nexl /(J eachsignQtuu, indicatethe numeof theper.ron .~Igni"g tUldthe capacity I" whichIhllper$fltl.{ign.~ (if.lllC" capacityis not~fWlolIs from m.dlng the demarrdl

John Adams

.

For IntemationalPreliminary Examining Authority use only

I; Da~ ofaCtual~iptof DEMAND': ,.. .
2. Adjusted date ofreceipt of demaIKidue

.

to CORRECTIONS underRule 6O.l(b): •.. ,: ... . . ..

3. 0 The date ofreceiptof the deJtlllnd is AFTER the eXpirationof19nt6Dths o ·Theapplicant has been
from the priority date and iten14 Or 5, below. does not apply. . : ;Iinfonned accoirlingly.

4 0 The date of receipt of the demand is wITmN"the pe'riocfOf19:~nths fromthe priority'date 'asexreaded by virtue of
. . Rule 80.5. •

5 D Although the date ofreceipt of the demand is after the expiration of 19 months frOm. the priority date. the delay,in aniYal
. is EXCUSED pursuant to Rule.82.

- .- .I . r-cr w~,~u_ DW=,'0' uw, I
Demand received from IPEA on:

Form PCTIIPEN401 (last sheet) (March 2001; reprint July 2001) See Notes to the demand/arm
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peT
FEE CALCULATION SHEET

Annexto the Demand

I.CHAl'TER II ·1

1865

_ ForInternational Preliminary Examining Aulborilyllse only .-
International

PCT/USOO/9~999application No.

Applicant'sor agent's Datestampof the IPEA
Ills reference CMC-123-PCT
Applicant

COLUMBIA MARINECORPORATION
. .

CALCULATIONOF PRESCRIBEDFEES

I. Preliminary exammanenfee ............................... I 4900 ·

, .

2. Handling fee (Applicant.f from certain States ore
entitled (0 a reduction of75%0/ the handlingfee.
Where the applicant is (or all applicants are so

1370h~Z~H~g~:eJ~~~~~.~~. b.~..~~~~~~.~~.~.~.y 25%ofthe I ·

, .

I

). Totalof prescribed fees

I 627

1

Add the amounts entered at P and H .andenter total in theTOTAl.box... .............
TOTAL ,

.

·
MODEOFPA YMENT

D authorization to chargedeposit D cash
accountwith the IPEA(see below)

00 cheque D revenue stamps

D postalmoneyorder D coupons

D bankdraft n oth~r (.vpecify):

AUTHORI1..ATlON TO CI(ARGE (OR CREOfOoEPOSrr ACCOUNT
[ThismodeofpUymentmay naihe available al all /PEAs)

IPEA/VS •
. .

~.

o Authorizailon tochargetbelowl feesindicated above.' DepositAccount No.:99-1111

00' (17/is check-ho.,,'mayhe markedonlyijrhecondi/irms!or Dale:- 03 AuglJst 2001
deposit accounts'ojtheIPEA sopermil) Authorization
tochargeanydeficiency orcredit anyoverpaymentin N""dohn Adams
thetotal feesindicatedabove.

Signature:
.

.

Fonn PCTIJPEN40l(Annex)(March2001;reprint July 2001)

1800,93

SeeNotes to ,f1ejeecaleulation.iheet
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1866 Filling in of Headings on
Chapter II Forms

The examiner will encounter several differeut
forms for use in the Chapter II preliminary examina
tion phase and most of the forms will have the same
"header" information to be provided.

The notes below list the common identifyiug infor
mation requested ou the top of the first page of most
of the forms.:

Applicant's mailing address - this is usually the
attorney's address taken from the file wrapper;

Applicaut's or Agent's File Reference - this is the
applicant's or agent's application reference (or docket
number) which is composed of either letters or num
bers, or both, provided this reference does not exceed
twelve characters. This reference may be found in the
upper right hand box on the first sheet of the Demand,
Form PCTIIPEAJ401. See Administrative Instructions
Section 109.

International Application Number - this is the 14
digit PCT application number as stamped and typed
on the international application file wrapper and may
also be found on the first page of the Demand, Form
PCTIIPEAf401.

International Filing Date - this is the filing date
printed on the international application file wrapper
and may also be found on the first page of the
Demand, Form PCTIIPEAJ401.

Applicant (Name) - the first named applicant as set
forth on the international application me wrapper and
may also be found in box II of the Demand, Form
PCTIIPEAJ401.

1867 Preliminary Examination Fees

37 CFR 1.481. Payment of international preliminary
examination fees.

(a) The handling and preliminary examination fees shall be
paid within the time period set in PCT Rnle 57.3. The handling fee
or preliminary examination fee payable is the handling fee or pre
liminary examination fee in effect on the date' of receipt of the
Demand except under peT Rule 59.3(a) wheretl1eJee payable is
the fee in effect on the date of arrival of the Demand at the United
States International Preliminary Examining Authority;

(I) If the handling and preliminary fees are not paid
within the time 'period set in peT Rule 57.3, applicant will be
notified and givenone month within which to pay the deficient
fees plus a late payment fee equal to the greater of:

(i) Fifty percent of the amount of the deficient fees,
but not exceeding an amount equal to double the handling fee; or

(ii) An amonnt eqnal to the handling fee (peT Rule

5Sb;'.2).

(2) The one-month time limit set iu this paragraph to pay
deficient fees may not be extended.

(b) lithe payment needed to cover the handling and prelimi
nary examination fees, pursuant to paragraph (a) of this section, is

'not: timely made in accordance with PCT Rule 5Sbis.l(d), the
United States International Preliminary Examination Authority
willdeclare the Demand to be considered as if it had not been sub
mitted..

The Preliminary examination fee is for the benefit
of the International Preliminary Examining Authority
and the amount for the U.S.. doing the preliminary
examination is specified in 37.CFR 1.482. The fee is
somewhat higher if the international:search was per
formed by an authority other than the USPTO.

The handling fee is a fee for the benefit of the Inter
national Bureau and is collected by the International
Preliminary Examining Authority. The amount of the
handling fee is set out in thePCT schedule of fees
which is annexed to the PCT Regulations.

The purrent amount of both the preliminary exami
nation fee and the handling fee can be found in each
weekly issue of the Official Gazette. Since supple
ments to the handling fee were deleted, no additional
Chapter II fees are required other than any additional
preliminary examination fee where additional inven

.: tions are determined to be present. The amount of this
fee is also specified in 37 CFR 1.482 and in the
weekly issues of the Official Gazette. See also PCT
Rules 57 and 58.

The lime limitfor paying the preliminary examina
tion fee and the handling fee is set forth in PCT Rules
57.3 and 58.I(b). 37 CPR L481(a) provides that the
preliminary examination fee or handling fee payable
is the preliminary examination fee or handling fee in
effect on the date of receipt of the Demand in the
United Stales International Preliminary Examining
Authority. Effective July I, 1998, PCT Rule
58bis.l(c) was added to consider the preliminary
examination fee and handling fee to have been
received before th~. ~xpirationof the time limit set in
PCTRule 57.3.ifthe fees were submitted prior to the
sending of an invitation to pay the fees.

Effective July I, 1998, PCT Rule 58bis.l(a) was
added to permit the International Preliminary Examin
ing Authority tocollect a late payment fee set forth in
PCT Rule 58bis.2 if the fees for preliminary examina
tion are not paid prior to the sending of the invitation
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to pay the fees. If the preliminary examination fee and
handling fee are not paid within the time set in PCT
Rule 57.3, applicants will be notified and given I
month within which to pay the deficient fees plus a
late payment fee equal to the greater of: (I) 50% of
the amount of the deficient fees, but not exceeding an
amount equal to double the handling fee; or (2) an
amount equal to the. handling fee. See 37 CPR
1.48l(a)(l)(i) and (ii). The 1 month time limit set
forth in 37 CFR 1.48l(a)(l) to pay deficient fees may
not be extended. See 37 CFR 1.48l(a)(2).

If the payment needed to cover the preliminary
examination fee and handling fee is not timely made
in accordance with PCT Rule 58bis.l(d), the United
States International Preliminary Examining Authority
will declare the Demand to be considered as if it had
not been submitted. In this regard, where the Author
ity sends a notification that the Demand is considered
not to have been made and applicant's payment is
received, both on that same date, the fee is considered
to be late and the notification. remains effective. The
fee must antedate the notice in order for the notice not
to be effective. See 37 CFR 1.481(b).

1868 Correction of Defects
in the Demand

PCT Rule 60.

Certain Defects in the Demand or Elections

60.1.Defects in the Demand

(a) If the demand does oat comply with the requirements
specified in Rules 53.1, 53.2(a)(i) to (iv), 53.2(b), 53.3 to 53.8,
and 55.1, the International Preliminary Examining Anthority shall
invite the applicant to correct the defects within a tinie limit which
shall be reasonable under the circumstances. That time limit shall
not be.less than one monthfrom the date of the invitation. It may
be extended by the InternationalPreliminary Examining Author
ity at any time before a decision is taken.

(b) If the applicant complies with the invitation within the
time limit under paragraph (a), the demand shall be considered as
if it had been, received on the actual filing date, provided that the
demand as submitted contained at leastone election and permitted
the international application to be identified; otherwise, the
demand shall be considered as if it had 'been received on the date
on which the International Preliminary Examining Authority
receives the correction.

(c) Subject to paragraph (d), if the applicant does not comply
with the invitation within the time limit underparagraph (a), the

demand shall be considered as if it had not been' submitted and the
International Preliminary Examining Authority shall so declare.

(d) Where, to paragraph (d), if the applicant does not comply
with the invitation within the time limit under paragraph (a), the
demand shall be considered as if it had not been submitted and the
International Preliminary Examining Authority shall so declare.

(e) If the defect is noticed by the International Burean, it
shall bring the defect to the attention of the International Prelimi
nary Examining Authority, which shall then proceed as provided
in paragraphs (a) to (d).

(f) If the demand does not contain a statement concerning
amendments, the, International Preliminary Examining Authority
shall proceed as provided for in Rnles66.1 and 69.1(a) or (b).

(g) Where the statement concerning amendments: contains
an indication that amendments under Article 34 are, submitted
with the demand (Rule 53.9(c» but. no such amendments .are, jn
fact, submitted" the International Preliminary Examining: Author
ity shall invite the applicant to submit the amendments within a
time limit fixed in the invitation and shall proceed as provided for
in Rule 69.I(e).

60.2.Defects in Later Elections

(a) If the notice effecting a later election does not comply
with the requirements of Rule 56, the International Bureau shall
invite the applicant to correct the defects within a time limit which
shall be reasonable under the circumstances. That time limit shall
not be less than one month from the date of the invitation. It may
be extended by the International Bureau at any time before a deci
sion is taken.

(b) If the applicant complies with the invitation within the
time limit under paragraph(a), the-notice shall be considered as if
it had been .received on the actual filing date, provided that the
notice as submitted contained at least one election, and permitted
the international application to be identified; otherwise, the notice
shall be considered as if it had been received on the date on which
the International Bureau receives the correction.

(c) Snbject to paragraph (d), if the applicant does not comply
with the invitation within the time limit under paragraph (a), the
notice shall be considered as if.it had not been submitted.

(d) 'Where, in respect of an applicant for a certain elected
State, the signature reqnired onder Rnle 56.l(b) and (c) or the
name or address is lacking after the expiration of the time limit
under paragraph (a), the later election of that State shall be consid
ered as ifithad not been made.

Defects in the Demand may be corrected. The type
of correction determines whether the filing date of the
Demand must be changed. The most common defects
which result in the mailing of an invitation to correct
are found in PCT Rules 53 and 55. If the applicant
complies with the invitation, the Demand is consid
ered as if it had been received on the actual filing date,
i.e., the original date of receipt. See PCT Rule
60.1(b).
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1869 Notification to International
Bureau of Demand

PCT Article st.
Demandfor International Preliminary Examination

*****
(7) Each elected Office shall be notified of its election.

The International Preliminary Examining Author
ity, pursuant to PCT Rule 61, promptly notifies the
International Bureau and the applicant of the filing of
any Demand. The International Bureau in tum notifies
each elected Officeof their election and also notifies
the applicant that such notification has been madp.

1870 Priority Document and
Translation Thereof

PCTRule66.

Procedure beforethe international Preliminary Examining
Authority

*****

66.7.Priority Document

(a) If the International Preliminary Examining Authority
needs a copy of the application whose priority is -clalmed in the
international application, .the International Bureau"; shall; -on.
request, promptly furnish such copy; If that copy is.not furnished
to the International Preliminary Examining Authority because the
applicant failed to comply with the requirements ofRule 17 ;1, the
international, preliminary examination report may be established
as if the priority had not been claimed.

(b) If the application'whose priority is' Claimed'in"the inter
national application. is' in a' language other. than the-language or
one of the languages of the International Preliminary Examining'
Authority, that Authority may, where the validity of the priority
claim is relevant for the formulation of the opinion referred to in
Article 33(1), invite the applicant to furnish a translation in the
said language or one of the said languages within two months
from the: date of the invitation. If the translation is,not furnished
within that time.Iirnit, the international. prelirniIiary examination
report may be established as if the priority had not been claimed.

*****

A copy of the priority document may be required
by the examiner if necessary because of an interven
ing reference, and a translation thereof, if the priority
document is not in English.

1871 Processing Amendments Filed
Under Article 19 and Article 34
Prior to or at the Start of Interna
tional Preliminary Examination

PCT Rule 62.
Copy ofAmendments Under 'Article i9 for the Interna

tional Preliminary Examining Authority

62.i.Amendments Made Before the DemandIs Filed
Upon receipt of a demand, or acopy thereof, from the Intcma

tional Preliminary Examining Authority, the International Bureau
shall promptly, transmit. a 'copy of any amendments under Article
19; and any statement referred to in that Article; to that Authority,
unless ~at Authority. has indicated that it has. already received
such a copy.

62.2.AmendmentsMade After the Demand is Filed
If" at the time of filing any .amcndmcnts under Article 19,-a

demand has already been submitted, the.applicant shall preferably,
at the-same time as he files the amendments with the International
Bure~u, .. also. file with the" Internati9nal. Preliminary Examining
Authority a c~py of such mpenqments and any statement referred
to in that Article. In any case, the International Bureau shall

.promptly' transmitacopy Of such amendments and :statement to
that Authority.

The documents making up the international appli
cation may include amendments ofthe claims filed by
the applicant under PCT Article 19. PCT Article 19
amendments are exclusively amendments to the
claims and these amendments can only be made after
the search report has been established. PCT Article 19
amendments will be transmitted to the International
Preliminary Examining Authority by the International
Bureau. If a Demand for international preliminary
examination has already been submitted, the applicant
should preferably, at the tim.e he files the PCT Article
19 amendments, also file a copy of the amendments
with the International Preliminary Examining Author
ity. In the event that the time limit for filing amend
ments under PCT Article 19, as provided in PCT Rule
46.1, has not expired and the Demand includes a
statement that the start of the international prelimi
nary examination is to be postponed under PCT Rule
53.9(b), the international preliminary examination
should not start before theexaminer receives a copy
of any amendmentsmade under PCT Article 19. or a
notice from the applicant that he does not wish to
make amendments under PCT Article 19, or before
the expiration of 20 months from the priority date,
whichever occurs first.
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The applicant has the right to amend the claims, the
description, and the drawings, in the prescribed man
ner and before the start of international preliminary
examination. The amendment must not go beyond the
disclosure in the international application as filed.
These amendments are referred to as PCT Article
34(2)(b) amendments. It should be noted that PCT
Article 19 amendments are strictly amendments to the
claims made during the Chapter I search phase while
PCT Article 34(2)(b) amendments to the description,
claims, and drawings are made during the Chapter II
examination phase.

When amendments to the description, claims, or
drawings are made under PCT Rule 66.8, they may be
accompanied by an explanation. These amendments
may have been submitted to avoid possible objections
as to lack of novelty or lack of inventive step in view
of the citations listed in the international search
report; to meet any objections noted by the Interna
tional Searching Authority under PCT Article
17(2)(a)(ii) (i.e., that all or at least some claims do not
permit a meaningful search) or under PCT Rule 13
(i.e., that there is a lack of unity of invention); or to
meet objections that may be raised for some other rea
son, e.g., to remedy some obscurity which the appli
cant himself/herself has noted in the original
documents.

The amendments are made by the applicant of his/
her own volition. This means that the applicant is not
restricted to amendments necessary to remedy a
defect in his/her international application. It does not,
however, mean that the applicant should be regarded
as free to amend in any way he/she chooses. Any
amendment must not add subject matter which goes
beyond the disclosure of the international application
as originally filed. Furthermore, it should not itself
cause the international application as amended to be
objectionable under the PCT, e.g., the amendment
should not introduce obscurity.

As a matter of policy and to ensure consistency in
handling amendments filed under PCT Articles 19
and 34 of the PCT, the following guidelines for pro
cessing these amendments have been established:

(A) Any amendment which complies with
37 CPR 1.485(a) will be considered;

(B) Amendments filed after the Demand
(1) will be considered if filed before the.appli

cation is docketed to the examiner,

(2) may be considered if filed after docketing.
The examiner has discretion to consider such amend
ments if the examiner determines that the amendment
places the application in better condition for examina
tion or the examiner determines that the amendment
should otherwise be entered;

(C) Amendments filed after expiration of the
period for response to the written opinion

(1) will be considered if the amendment was
requested by the examiner,

(2) may be considered if the examiner deter
mines that the amendment places the application in
better condition for examination or the examiner
determines that the amendment should otherwise be
entered.

It is expected, due to the relatively short time
period for completion of preliminary examination,
that the Chapter II application will be taken up for
preparation of the written opinion promptly after
docketing to the examiner and taken up for prepara
tion of the final report promptly after the time expires
for response to the written opinion (i.e., after allowing
for mail processing). The examiner is not obliged to
consider amendments or arguments which are filed
after he/she has taken up the case for preparation of
the written opinion or the final report.

Amendments timely filed but misdirected or are
otherwise.late reaching the examiner will be consid
ered as in the case ofregular domestic applications
and may require a supplemental written. opinion and!
or final report.

Clearly, these guidelines offer the examiner flexi
bility. The examiner should be guided by the overrid
ing principle that the final report (the PCTIlPEA/409)
should be established with as few written opinions as
possible and resolution of as many issues as possible
consistent with the goal of a timely and quality report.

See also Administrative Instructions Section 602
regarding processing of amendments by the Interna
tional Preliminary Examining Authority.

1872 Transmittal of Demand to
the Examining Corps

peT Administrative Instruction Section 605.
File to be used for International Preliminary Examination

where the International Preliminary Examining Authority is
part of thesamenational Officeorintergovernmental organization
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as the International Searching Authority, the same file shall serve
the purposes of international search and international preliminary
examination.

When the PeT International Application Process
ing Division has finished processing of the papers and
fees filed with a complete Demand, a copy of the
Demand and other papers are forwarded to the appro
priate Technology Center forexarnination. The docu
ments will.be placed in the Search Copy file wrapper
before forwarding to the examiner.

1873 Later Election ()fStates

PCT Article 31.
Demand for International Preliminary Examination

*****
(6)(b)Any later election shall be submitted to the Interna

tional Bureau.

*****

PCT Rule 56.
Later Elections

56.l.Elections Submitted Later Than the Demand

(a) The election of States subsequent to the' submission of
the demand ("later election") shall be effected by a notice submit
ted to the International Bureau. The notice shall identify the inter
national, application, and the demand, .and shall include an
indication as referred toin Rule 53.7(b)(ii).

(b) Subject to paragraph (c), the notice referred to in para
graph (a) shall be signed by the applicanlfor the elected States
concerned or,' if there is more than one applicant for those 'States,
by all of them.

(c) Where .two. or more applicants file a notice effecting a
later election of a State whose nationallawf(~q~r~s. that national
applica~ons, be filed.by the inventor and where an,applicant for
that elected State who is an inventor refused to sign the notice or
could not be found or reached after diligent effort; the notice need
not be signed by that applicant.Cthe applicant concemedt'jif it is
signed by at least one applicant and

(i). a statement is furnished explaining..to the satisfaction
of the International Bureau, the lack of signature of the applicant
concerned, or

(ii) the applicant 'concerned did not sign .the .request but
the requirements of ~ul~4.15(b)were,c?mplied with, or did not
sign the demand but the requirements ofRule 53~8(b) were com
plied with.

(d) An applicant for a State elected by a later election
need not have been indicated as an applicant-in the demand.

(e) If a notice effecting a later election Is submitted after the
expiration of 19 months from the priority date, the International
Bureau shall notify the applicant that the election' does not have
the effect provided for under Article 39(1)(a)and that the acts

referred. to in Article 22 must be performed in respect of the
elected Office concerned within the time limit applicable under
Article 22.

(f) If, notwithstanding paragraph (a). a notice effecting a
later election is submitted by the applicant to the International
Preliminary Examining Authority rather than the lriternational
Bureau,' that Authority shall mark the date of receipt on the notice
and. transmit it promptly to the International Bureau. The notice
shall be considered to have been submitted to the International
Bureau on the date marked.

56.2.1dentification of the International Application
The international application shall be identified as provided in

Rule 53.6.

56.3.Identification of the Demand
The demand shall be identified by the date on which it was

submitted and by the name of the International Preliminary Exam
ining Authority to which it was submitted.

56.4.Form ofLater Elections
The. notice effecting the later election shall preferably be

worded as follows: "In relation to the international. application
filed with ... on ... under No .... by ...(applicant) (and the demand
for 'international preliminary examination submitted on ... to ...),
the undersigned elects the following additional State(s) under
Article 31 of the Patent Cooperation Treaty: ..."

56.5.Language ofLater Elections
The later election shall be in the language of the demand.

Applicants may, after filing of the Demand, later,
but still within 19 months of the priority date, elect
additional States which have been previously desig
nated and obtain the benefit of delaying the national
stage until 30 months after the priority date in the
additional elected States. All such later elections
must be filed directly with the International Bureau
and not the International Preliminary Examining
Authority. Elections received after 19 months will not
delay the time for entry into the national stage from
20 to 30 months.

1874 Determination if International
Preliminary Examination Is
Required and·Possible

ret Article 34.
Procedure Before the International
Preliminary Examining Authority

*****
(4)(a) If the International Preliminary Examining Authority

considers
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(i) that the international applicationrelates to a snbject

matter on which the International-Preliminary Examining Author
ity is not required, under the Regulations, to carry out an interna

tional preliminary examination, and an international preliminary

examination, and in the particular case decides not to carry out

such examination, or

(ii) that the description, _the claims, or the drawingsv.are

so unclear, or the- claims are soInadequatelysupported ?y the
description, that no meaningful opinion can be formed on the nov

elty, inventive step (non-obviousness), Of industrial applicability,

of the claimed invention, the said authorityshall not go into the
questions referred to in Article 33(1) and shall inform the appli
cant of this opinion and the reasons therefor.

(b) If any of the situations referred to in subparagraph (a)

is found to exist in, or in connection with, certain claims only, the

provisions of that subparagraph shall apply only to the said

claims.

There are instances where international preliminary
examination is not required because of the nature of
the subject matter claimed and also because the
claims are so indefinite that no examination is possi
ble. Such instances should seldom occur, especially
since most problems of this nature would have
already been discovered and indicated at the time of
the international search.

If it is found that certain claims of an international
application relate to subject matter for which no inter
national preliminary examination is required, on Form
PCTIIPEA/408, check the appropriate box. It should
be noted that subject matter which is normally exam,
ined under U.S. national procedure should also be
examined as an International Preliminary Examining
Authority.

The examiner should check the appropriate box if it
is found that the description, claims or drawings are
so unclear, or the claims are so inadequately sup
ported by the description that no opinion could be
formed as to the novelty, inventive step (nonobvious
ness) and industrial applicability of the claimed
invention.

Subject matter not searched under Chapter I will
not be the subject of a preliminary examination under
Chapter II. This is so even if claims which were not
searched under Chapter I are modified to be accept
able for examination.

1875 Unity of Invention Before-the
.International Preliminary
Examining Authority

PCT Article 34.

Procedure be/ore the International
Preliminary Examining Authority

*****
(3)(a)lf the International Preliminary Examioing Authority

considers that the international application does not comply-with
the requirement of, unity, of invention as set forth .in the Regula
tions, it may invite, the, applicant, at his option, to restrict .thc
claims '. so as to comply with the, requirement or to pay additional
fees.

*****
(cj Hvthe upplicaru does not comply with: the invitation

referred to, in.subparagraph (a) within the prescribed time, limit,
the International Pre~iminaryExamining Authority shallestablish
an international preliminary examination report on those parts of
the international application which relate to what' appears to be the'
main invention and shall indicate the relevant facts in' the ',' said
report. The national law of 'any elected, State may provide that,
where its.national Office finds the invitation of the International
Preliminary EXamining Authority justified, those parts .of the
international application which do not relate to the, main invention
shall, as far as, effects in that State are concerned, be considered
withdrawn unless a special fee is paid by the applicant to' that
Office.

*****
37 CFR 1.488. Determination 0/ unity of invention before
the International Preliminary Examining Authority.

(a) Before establishing any written opinion or the interna
tional preliminary examination report, the International Prelimi
nary Examining Authority will determine whether the
international application complies with the requirement of unity
ofinvention asset forth in § 1.475.

.(b)If the' International Preliminary Examining' Authority
considers that the international application does not complywith
the requirement of unity of invention, it may:

(1) "Issue, ,,~ written opinion ,and/?r an international pre
liminary examination report, in respect of the entire international
application' and indicate that Unity of invention' is lact!ilg'and
specify, the, reasons therefor 'without, extending 'an invitation to
restrictor pay additional fees. No international preliminary exam
ination will be conducted, on inventions not .previously searched
by an International Searching Authority.

(2) Invite the applicant to restrict the claims or pay addi
tional fees, pointing mit the categories of invention found, within
a set time limit which will not be extended. No international pre
liminary examination will be conducted on inventionsnot previ
ously searched by an International Searching Authority, or
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(3) If applicant fails to restrict the claims or pay addi
tionalfees within thetimelimit set forreply, theInternational Pre
liminary Examining Authority will issue a written opinionand/or
establish an international preliminary examination report on the
main invention and shall indicate the relevant facts in the said
report. In case of any doubt as to which invention is the main
invention, the invention first mentioned in the claims and previ
ously searched by an International Searching Authority shall be
considered themaininvention.

(c) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search showsthe invention claimedin a generic orlink
ing claimlacksnoveltyor is clearlyobvious,leaving two ormore
claims joined thereby without a common inventive concept. In
such a case the International Preliminary Exaniining Authority
mayraisetheobjection of lack of unityof invention.

The examiner will usually begin the preliminary
examination by checking the international application
for unity of invention. The international preliminary
examination will only be directed to inventions which
have been searched by the International Searching
Authority. All claims directed to inventions which
have not been searched by the International Searching
Authority will not be considered by the International
Preliminary Examining Anthority. If the examiner in
the International Preliminary Examining Authority
finds lack of nnity of invention in the claims to be
examined, an invitation is normally prepared and sent
to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/
IPEN405. Such an invitation will inclnde the identifi
cation of what the examiner considers to be the "main
invention" which will be examined if no additional
fees are paid or restriction is made by the applicant.

The procednre before the International Preliminary
Examining Authority regarding lack of unity of
invention is governed by PCT Article 34(3)(a)
through (c), PCT Rule 68 (see also PCT Rule 70.13),
and 37 CPR 1.475 and 1.488. It should be noted that
in most instances lack of unity of invention will have
been noted and reported upon by the International
Searching Authority which will have drawn up an
International Search Report based on those parts of
the international application relating to the invention,
or unified linked group of inventions, first mentioned
in the claims ("main invention")-. If the applicant has
paid additional search fees, additional inventions
would also have been searched. No international pre
liminary examination will be conducted on inventions

not previously searched by an International Searching
Anthority (37 CFR 1.488(b)(2».

Unity of invention must be addressed within 7 days
from the date the PCT application is charged to the
Technology Center from the PCT International Appli
cation Processing Division. This simply means that a
determination must be made as to whether or not the
international application relates to one invention or to
a group of inventions so linked as to form a single
general inventive concept.

If it is determined that the international application
does meet the requirements for unity of invention and
no additional fees will be requested, the international
application must be returned to the Paralegal Special
ist or Legal Instruments Examiner in the Technology
Center so that an indication to that effect may be made
on the PALM System which monitors deadlines such
as the deadline for checking unity of invention.

If the examiner determines that unity of invention is
lacking, there are two options:

(A) The examiner may conduct an international
preliminary examination covering all the claimed and
previously searched inventions and indicate that unity
of invention is lacking and specify the reasons there
for without extending an invitation to restrict or pay
additional fees (PCT Rule 68.1), or

(B) The examiner may invite the applicant to
restrict the claims, so as to comply with the require
ment, or pay additional fees, pointing out the catego
ries of invention found. The invitation to restrict or
pay additional fees shall state the reasons for which
the international application is considered as not com
plying with the requirement of unity of invention.
(pCT Rule 68.2). Inventions not previously searched
will not be considered or included in the invitation.

The written opinion, if any, and the international
preliminary examination report must be established
on all inventions for which examination fees have
been paid.

If the applicant fails to reply to the invitation to
restrict the claims or pay additional examination fees
due to lack of unity of invention, the written opinion
and international preliminary examination report must
be established on the claims directed to what appears
to be the main invention (PCT Article 34(3)(c». The
main invention, in case of doubt, is the first claimed
invention for which an international search report has
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been issued by the International Searching Authority.
The main invention, as viewed by the examiner, must
be set forth on Form PCT/IPEAl405:

Whether or not the question of unity of invention
has been raised by the International Searching
Authority, it may be considered by the examiner when
serving as an authorized officer of the International
Preliminary Examining Authority. In the examiner's
consideration, all documents cited by the International
Searching Authority should be taken into account and
any additional relevant documents considered. How
ever, there are cases of lack of unity of invention,
where, .compared with the procedure of inviting the
applicant to restrict the international application or
pay additional fees (PCT Rule 68.2), little or no addi
tional effort. is involved in establishing the written
opinion and the international preliminary examination
report for the entire international application...Then
reasons of economy may make it advisable for the
examiner to use the option referred to in PCT Rule
68.1 by choosing not to invite the applicant to restrict
the claims or to pay additional fees.

Unity of invention is defined by 37 CFR 1.475
which describes the circumstances in which·· the
requirement of unity of invention is considered ful
filled.

1875.01 Preparation of Invitation
Concerning Unity

The "Invitation to restrict or p~y additional fees"
Form PCT/IPEAl405 is used toinvite the applicartt, at
hislher option, to restrict the claims to complywith
the requirements of unity of invention or to pay addi
tional examination fees. In addition, the examiner
must explain the reasons why the international appli
cation is not considered to comply with the require
ment of unity of invention. The examiner must also
specify, on Form PCTIIPEAl405, at least one group or
groups of claims which, if elected, would comply
with the requirement for unity of invention.

INVITATION

In the space provided on form PCTIIPEAl405, the
examiner should identify the disclosed inventions by
claim numerals and indicate which disclosed inven
tions are so linked as to form a single general inven-

tive concept, thereby complying with the requirement
ofunity ofinvention: For example; claims to different
categories of invention such as a product, claims to a
process specifically adapted for the manufacture of
the product and a claim for a use of the product would
be considered related inventions which comply with
the unity of invention requirement, whereas aclaim to
an apparatus for making the product.In the same
applicati()n would be considered a second invention
for which additional fees wouldbe required. The rea
sons for holding that unity of invention is lacking
must be specified. See 37 CPR 1.475 and Annex B
of the Administrative Instructions.

Also, the examiner should specify the main inven
tion and claims directed thereto which will be exam
inedif the applicant fails to restrict or pay additional
fees: .The main invention, in qse of doubt, is the first
claimed invention or related. invention before the
International Preliminary Examining Authority for
which a search fee has been paid and an international
search report has been prepared.

The examiner should indicate the total amount of
additional fees required for examination of all claimed
inventions.

In the box provided at the top of the form, the time
limit for response is set according to PCT Rule 68.2,
normally al month time limit. Extensions oftime are
not permitted.

Since the space provided on Form PCTIIPEi\J405
is limited, supplemental attachment sheets, supplied
by the examiner, with refe~ence back to the specific
section, should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCTIIPEA/405 must be signed by an exam
iner with at least partial signatory authority.

TEI;EPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to
allow applicants to elect an invention to be examined
or to pay additional fees. Additional fees may be
charged to adeposit account using the telephone prac
tice only if:

(A) The Demand for International Preliminary
Examination included anauthorization to charge addi
tional fees toa deposit account,
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(B) Applicant or the legal representative .oragent
orally agrees to charge the additional fees to the
account, and

(C) A complete record of the telephone conversa-
tion is included with the written opinion including:

(I) Examiner's name;
(2) Authorizing attorney's name;
(3) Date of conversation;
(4) Invention elected and/or inventibns for

which additional fees paid; and
(5) Deposit account number and amount to be

charged.

If applicant or the legal representative or agent
refuses to either restrict the claims to one invention or
authorize payment of additional fees, Form PCT/
IPEA/499 should be prepared and mailed to applicant.

When the telephone practice is used in making lack
of unity requirements, it is critical that the examiner
orally inform applicant that there is no right to protest
the holding of lack of unity of invention for any group
of invention(s) for which no additional examination
fee has been paid.

The examiner must further orally advise applicant
that any protest to. the holding of lack of unity or the
amount of additional fee required must be filed in
writing no later than one month from the mailing date
of the written opinion or the international preliminary
examination repo~ if the lack of unity holding is first
mailed with the IPER because there was no written
opinion. The examiner should fill in the information
on Form PCT/IPEA/499 "Chapter II PCT Telephone
Memorandum for Lack of Unity" as a record of the
telephonic holding of lack of unity.

37 CFR 1.475. Unity of invention before the International
.Searching Authority, the International Preliminary
Examining Authority and during the national stage.

(a) An internationaland a national stage application shall
relate to one invention only-orto a group of inventions so linked
as to form a single general inventive concept ("requirement of
unityof invention"). Where a group of inventions is claimed in an
application, the requirement of unity of invention shall be fulfilled
only when there is a technical relationship among those.inventions
involving one or more of the same or corresponding special tech";
nieal features. The expression "special technical' features" shall
mean those technical features that define a contribution which
each of the claimed inventions, considered as a whole, makes over
the prior art.

(b) An international or a national stage application contain
. ing claims to different categories of invention will be "considered

to have unity of invention if the claims are drawn only to one of
the following combinations ofcategories:

(I) A product and a process specially adapted for the
manufacture of said product; or

(2) A product and process of use of said product; or

(3) A product, a process specially adapted for the manu
facture of the said product, and a use of the said product; or

(4) A process and an apparatus or means specifically
designed for carrying out the said process; or

(5) A woduct, a process specially adapted for the manu
facture of the said product, and an apparatus or means specifically
designed for carrying out the saidprocess.

(c) Ifan application contains claims to more or Iess than one
of the combinations of categories 'of invention set forth in para
graph (b)of this section,unity of invention mightnot be present.

(d) If multiple products, processes of manufacture or uses
are claimed, .the first invention ofthe category first mentioned in
the claims of the,application and the first recited invention of each
of the other categories related thereto will be considered as the
main 'invention in the claims, seePCTArticle 17(3)(a)arid
§ 1.476(c).

(e) The determination whether a group' of inventions is so
linked as to' form a single general inventive concept shall be made
without regard to whether the inventions are claimed in separate
claims or as alternatives within a single claim.

'f[ 18.05 Heading for Lack of Unity Action (Not Involving
Species)

This application contains the following inventions or groups of
inventions which are not so' linked as to form a single general
inventive concept under PCT Rule 13.1. In order for all inven
tions to be examined, the appropriate additional examination fees
must be paid.

Examiner Note:
Begin all Lack of Unity actions with this heading.

'1/ 18.06 Lack of Unity - Three Groups ofClaims
Group [II, claim(s) [2], drawn to [3].

Group [41, claim(s) [5], drawn to [6].

Group [7], claim(s) [81, drawn to [9].

Examiner Note:
1. In brackets, 1,4 and 7, insert Roman numerals for each
Group.

2. Tnbrackets 2,,5 and 8, insert respective claim numbers.

3. In brackets 3, 6 and 9, insert respective names of grouped
inventions.

'1/ 18.06.01 Lack of Unity" Two (or Additional) Groups of
Claims

Group [II, claim(s) [2], drawn to [3].

Group [4], claim(s) [5], drawn to [6].

Examirier Note:
This form paragraph may be used alone or following form

paragraph 18.06,
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'I 18.06.02 Lack of Unity" One Additional Group of
Claims

Group [1], claim [2], drawn to [3].

Examiner Note:
This form paragraph.may-be used following either formpara-

graph 18.06 or 18,06.01. '

'I 18.07 Lack of Unity - Reasons Why Inventions Lack
Unity

The ,inventions:listedas. Groups. [1] do not relate to <1 ,single
general inventive concept under PeT'Rule 13.1I)e~a~se~ ,ul}~e.r
PeT Rule 13.2; they lack the same or corresponding special tech
nieal features for the following reasons; [2]

Examiner Note:
1. In.bracket L insert appropriate Roman numerals :forGroups
involved.
2. In bracket 2, insert reasoning.

'I 18.16 Lack of Unity» SfJeCies-I'ieading
This applicationcontainsclaimsdirected to morethan one spe

cies of the generic invention. These species are deemed to lack
unity of invention because' they are Dot 'so linked as to-form a sin
gle general inventiveconcept under PCTRule 1.3.1.

In order for more than one species to be examined, the appro
priate additional examination fees must be paid. The species are
as follows:

[1]

Examiner Note:
In bracket I, list each' speciesby Fig'. No. or embodiment,

'I 18.17 Lack of Unity - Species - Correspondence of the
Claims to the Species'

The 'claims are/deemed to' correspond to" the species 'listed
above in the following -manner:

[1]
The following claimrs) are generic: [2]

Examiner Note:
1. This formparagraphIs tobe usedImmediately following
18.16.
2. In bracket 1, for each species, list the claims, e.g., Fig.1 
claims I, 3 and 6.
3. In bracket 2, identify each generic claim by number or insert
the word --NOtolE,-.

'I 18.18 Lack of Unity - Species - Reasons Why Unity Is
Lacking

The species listed 'above doriot relate toil single general inven
tive conceptunder.Prff Rule 13.1 because" uD.dei rcrRule 13.2,
the species lack the same or corresponding special technical fea
tures for the-following reasons: [1]

Examiner Note:
I. This form paragraph is to be used immediately following
form paragraph 18.17.
2. In bracket 1, insert reasoning.

'I 18.19 National Stage Restriction in 35 U.S,c. 371
Applications

Restri?!i?nisfeq~d~n.~~r 35P.S.C. 121 F~:m· .• ..
This applicati~n c~nt'airisfue following inventiiJns or'groups of

inventions which are': not so. Itnkedae to,'form .a-, single general
inventive concept under PCT Rule 13.1.

In accordancewith 37 CPR 1:499, applicant is required, in
replyto this-action, to elect a single' invention to which the claims
must.be,restricted.

Examiner Note:
1..,Thi.s,.fonn paragraph isto.be used.when making.arestriction
requirement .in.an, application .filed under "the,.provisions of ~5.;

V.S.C.371.
2. This form paragraph is to be followed by form paragraphs'
18.06 through .18.06.02,. as appropriate, and byfonn paragraph
18.07.

'I Ifj20Ratio;'!IStage Election ofSpecie~ in#u.§(~:
371 Applications ",

This application contains claims directed to more than one spe- :.
cies ofthe ~ene~cinvention. These species are d~~med to lac~

unity of invention-because they are not so linked as to 'form a sin
gle general inventive concept under PeT R1lle 13.1:

The-species are as follows:

ll]
'ApplicaIlt'is,:ieqUired,'in reply ,to,'thi'~ :ac.tio~,:to_~lect-a:single

species' to which the' claims'shall be restricted if no' generic claim,
is' finally held to be allowable. The reply DIUS! also identIfy· the
clai~s readable on the elected spe~ies" inclu~n{anycl~mssllb:;

seque~tIY'~dd~.d. AnargtIDlent tliatacl.alln.~sallOwa?le o~ that ~l
cl~m~c.ife.g~nericis considered non-responsiveunless accompa-

niedbY'anelectio?,' '. "", "",' :'.>', "" ",,'

Up~n;.-~e allo1,Vance. of a generic'clai~~ ap~li9~t",ill be enti~';
tIed to' consideration 'of claims to additional species' which are
written ilI(jeperdentf6~ or:ritlief\Vise:inclqde'all.the'~tfltions ,l

of an allowed generic claim as provid~dby37CPR1.14t.If

c1aims'are'ad~ed~te~ the.' electi()n,',aIJPli'cantirilJst ind1~ate which'
are readable upon the elected species. MPEP § 809.02(a).

Examiner Note:
1. '., This f?lll1paragraph is tobe use(IYlhen.~akin~Vlllelection
of species requirement inan application filed'undertheprovisions
of 35 V.S.C: 371. '

2. In bracket' 1, list-each species byFig, No.or embcdlment.
3.· This'form-paragraphisto be followed by formparagraphs
18.17,and 18.)8.

'1.18.21 National Stage 'Election by Original Presentation
in 35 U.S.c. 371 Applications '

Newly sUbmitted;c1~hn·til directedto aninvention that lacks
unity with the invention originally claimed for the fcllewingrea-'
sons: [2]

Since 'applicallt'has' received'an action 'on ,the merits ,for, the
originally presented invention, this inventionh~sbe,€?~ c?nstruc
tively elected by original presentation for prosecution 011 the mer
its. Accordingly, claim [3] withdrawn from consideration as being
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directed to. a nonelected invention. Seem CPR L142(b) and
MPEP § 821.03.

1875.02 Reply to InvitationConcerning
Lack of Unity of Invention

PCT Administrative Instruction Section 60~.

Transmittal.of Protest Against.Payment ofAdditional Fee
and Decision Thereon Where InternationalApplication is

Considered to Lack Unity ofInvention,

The International Preliminary Examining Authority shall trans
mit to- the applicant; .at the latest together -with:the international
preliminary examination report, any decision which it has taken
under Rule 683(c) on the protest of-the 'applicant.against payment
of the additional-fee:where the -intemationalapplieation -is-consid
ered to lack unity of invention. At the same time, it shall transmit

to the International Bureau a copy ofb0thth~ prot~st ~d tile deci
sion thereon,as well as any requestbytbeapplicant to forward the
texts of both the protest and the decision thereon to the elected
Offices.

. . . '. -, " ,

37 CFR 1.489. Protest tolack of unity ofinve~tion before
the International PreliminaryExamining Authority.

(a) If the applicant disagrees with the holding ofIack of
unity of invention by the International Preliminary Examining
Authority..additional fees may be paid under protest, accompanied
bya request for,refund, and a statement setting'forth .reasons .for
disagreement or why, the required additional fees, are considered
excessive.or both.,_;

(b) Protest under paragraph (a) of this sectionwill be exam
inedby the Commissioneror the Commissioner'sdesignee In the
event that the applicant's protest is determined to be justified, the
additional fees or apornon thereof will be r~~ded~

(c) An applicant who d"sires that a copy of the protest and
theidecision ,th'eFeon,' accompany-the international.ipreliminary
examination-report whenforwarded to the Elected Offices. may
notify the,Inte;fll,aJ;ional,P!elirninary Examining, Authority to,that
effect anytime prlor tothe.issuance of the internationalprelimi
nary examination report. Thereafter, such notification should be
directed to the International Bureau.

Applicant ·111"'Y reply b~. paying SQJ:ne or all
additional fees or by restricting the claims to one
invention..If applicant rnakes no.reply. within the set
time limit, the international preliminary examination
will proceed on the basis of the main invention only.

If applicant has paid an ",dditional fee or fees, a pro
test to the holding of lack ofunity ofinvention may be
filed with the International Preliminary Examining
Anthority.

NOTIFICATION OF DECISION ON PROTEST

.Form PGTIIPEAJ420 is used by the Technology
Center (TC) to inform the applicant of the decision

regarding applicant's proteston the payment of addi
tional fees concerning unity of invention.

NOTIFICATION

The TC checks the appropriate box, i.e., lor 2. If
box 2 is checked, a clear and concise explanation as to
why the protest concerning the unityof invention was
fonnd to be unjustified mnst be given.

Since the space is limited, supplemental attachment
sheel(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCTIIPEN420 must be signed by a TC
Director. See MPEP § 1002.02(e).

1876 Notation of Errors and
Informalities by the Examiner

PCTAdministrative Instruction.Section 607.
Rectifications ofObvious Errors UnderRule 91.1

Where the International Preliminary Examining Authority
authorizes a rectification of an obvious error under Rule 91.1,
Rule 70.16 and Section 602(a) and (b) shall apply mutatis mutan
dis, provided that, where a sheet is marked as indicated in Section
602, the words "RECTIFIED SHEET (RULE 91)" shall be used.

Although the examiner is not responsible for dis
covering errors in the international.application, if any
errors corne to the attention of the examiner, they
should be noted and called to the applicant's attention.
The examiner may invite applicanttorectify obvious
errors using Form PCTIIPEN411. Errors that are not
obvious may be called to applicant's attention in item
VII of PCT/IPEN408.

AUTHORIZED OFFICER

Form PCTIIPEN408 and 411 must be signed by an
examiner having at least partial signatory authority.

1876.01 Request for Rectification and
Notification of Action Thereon

NOTIFICATION OF DECISION CONCERNING
REQUEST FOR RECTIFICATION

The rectification of obvious errors is governed by
PCT Rules 91.1 and 66.5.
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NOTIFICATION

If the applicant requests correctiou of any obvious
errors in the international application or in any paper
submitted to the International Preliminary Examining
Authority, other than in the request, any a~cepta.bl~

correction should be authorized by using Form PCT/
IPEAl4l2.

The proceduregoverning the rectification of obvi
ous errors is set forth in PCT rules 91.1(d) and
26.4(a). Rectification may be made on the request of
the applicant Any rectification offered to the interna
tional preliminary examining authority may be stated
in a letter addressed to the international preliminary
examining authority if the rectification is of such a
nature that it can be transferred from the letter to the
international application without adversely affecting
the clarity and direct reproducibility of the sheet on to
which the rectification is to be transferred; otherwise,
the applicant is required to submit a replacement sheet
embodying the rectification and the letter accompany
ing the replacement sheet must draw attention to the
differences between the replaced sheet and the
replacement sheet

The examiner after fully considering applicant's
Request for Rectification of an obvious error, will
notify applicant of the action taken on Form PCT/
IPEAl4l2. Since the space provided is limited, sup
plemental sheet(s) should be incorporated whenever
necessary.

AUTHORIZED OFFICER

Form PCTIIPEAl4l2 must be signed by an exam,
iner having at least partial signatory authority.

1877 Nucleotide and/or Amino Acid
SequenceListingsI)uring the
InternationalPreliminary
Examination

If the International Preliminary Examining Author
ity finds that the international application contains
disclosure of one or more nucleotide and/or amino
acid sequences but (AJ the international application
does not contain a sequence listing complying with
the standard provided for in the. Administrative.
Instructions, or (B) applicant has not furnished a
sequence listing in computer readable form comply-

ing with the standard provided for in the Administra
tive Instructions, the International Preliminary
Examining Authority may request the applicant to
furnish such sequence listing or listing in computer
readable form in accordance with the Administrative

Instructions. PCT Rule l3 tec.I(e)

1878 Preparation of the Written Opinion

PCT Article 34.
Procedure Before the International Preliminary Examining

Authority

*****
(2)(c)The applicant shall receive atleast one written opinion

from the' IntetnationalPreliririnary Examining Authority unless
such Authority considers -that all of the -following conditions are
fulfilled:

(i) the invention satisfies the criteria set forth in Article'
33(1).

(ii) the international application complies with the
requirements of this Treaty and the' Regulations' in so far as
checked by that Authority,

(iii)no observations are intended to be made under Article
35(2), last sentence.

*****
37 CFR 10484. Conduci of international preliminary
examination.

(a) An international preli~n~)' exarninatio~will be' con~
ducted .to .fOrmulate. a non-binding opinion as to. whether,. the
claimed inyenti?nh~snovelty, involves an inventive step (isnon
obvious) and is industrially applicable.

(b) International preliminary examination will begin
promptly .1lPo~ receipt?f a proper Demand in an application for
which the United States International Preliminary Examining
Authority is, cOInpet~nt, for which the fees for international pre
liminary examination (§ 1.482) have been paid, and which
requests examination based on the application as filed or as
amended by.an amendment. which has been: received by the
United States Intel,1lational preliminary Examining • Authority.
Where a DellUlIld'requests examination basedon ~P(2T Article 19
amendment which has not been received, examination may begin
at 20 months without receipt of the PCT Article ·19 amendment.
Where a Demand requests examination based on a PCT Article 34
amendment which has not been received, applicant willbe noti..,
~ied and given a time period within which to submit the amend
ment.

(1) Examination will begin after the earliest of:
(i) Receipt of the amendment;

(ii) Receipt of applicant's .. statement that no .. amendment
will be made; 'or

(iii) Expiration of the time period' set in the notification.
(2} No international preliminary examination report will be

established prior to issuance of an international search report.
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(c) No international preliminary examination will be con
ducted on inventions not previously searched by an International
Searching Authority.

(d) The International Preliminary Examining Authority will
establish a written opinion if any defect exists or if the claimed
invention lacks novelty, inventive step Of industrial applicability
and will set a non-extendable time limit in the written opinion for
the applicant to reply.

(e) If no written opinion under paragraph (d) of this section
is necessary, or after any written opinion and the reply thereto or
the expiration of the time limit for reply to such written opinion,
an .international preliminary examination report will be estab
lished by the International Preliminary Examining Authority. One
copy will be submitted to the International Bureau and one copy
will be submitted to the applicant.

(f) An applicant will be permitted a personal or telephone
interyiew with the examiner, which must be conducted during the
non-extendable time limit for reply by the applicant to a written
opinion. Additional interviews may be conducted where the
examiner determines that such additional interviews may be help
ful to advancing the international preliminary examination proce
dure. A summary of any such personal or telephone interview
must be filed by the applicant as apart of the reply to the written
opinion or, if applicant files no reply, be made of record in the file
by the examiner.

(g) If the application whose priority is claimed in the inter
national application is in a language other than English, the
United States International Preliminary Examining Authority
may, where the validity of the priority claim is relevant for the for
mulation of the opinion referred to in Article 33(1), invite the
applicant to furnish an English translation of the priority docu
ment within two months from the date of the invitation. If the
translation is not furnished within thattime limit, the international
preliminary examination report may be established as if the prior
ity had not been claimed.

A written opinion must be prepared if the examiner:

(A) Considers that the international application
has any of the defects described in PCT Article 34(4);

(B) Considers that the report should be negative
with respect to any of the claims because of a lack of
novelty, inventive step (non-obviousness) or indus
trial applicability;

(C) Notices any defects in the form or contents of
the international application under the PCT;

(D) Considers that any amendment goes beyond
the disclosure in the international application as origi
nally filed;

(E) Wishes to make an observation onthe clarity
of the claims, the description, the drawings or to ques
tion whether the claims are fully supported by the
description;

(F) Decides not to carry out the international pre'
liminary examination on a claim for which no Interna
tional Search Report was issued; or

(G) Considers that no acceptable amino acid
sequence listing is available in a form that would
allow a meaningful international preliminary exami
nation to be carried out.

The applicant must be notified on Form PCTIIPEAJ
408 of the defects found in the application. The exam
iner is further required to fully state the reasons for
hislher opinion (PCT Rule 66.2(b» and invite a writ
ten reply, with amendments where appropriate (PCT
Rule 66.2(c», setting a time limit for the reply of nor
mally 2 months.

The examiner should insert the words "first" or
"second", as the case may be, in the space provided
on page I of the written opinion.

ITEM I. BASIS OF OPINION

Applicant has two opportunities to amend the inter
national application prior to international preliminary
examination. Under PCT Article 19, the applicant is
entitled to one opportunity to amend the claims of the
international application by filing amendments with
the International Bureau within 2 months of the mail
ing of the international search report. See PCT Rule
46.1. Applicant is also permitted to make amend
ments before the International Preliminary Examining
Authority under PCT Article 34(2)(b) and PCT Rule
66.1. Any amendment, however, that does not accom
pany the filing of the Demand but is filed later may
not be considered unless it reaches the examiner
before he/she takes up the application for examina
tion.

For the purpose of completing Box I, Item I, of
Form PCTIIPEAJ408, substitute and/or rectified
sheets of the specification and drawings filed during
Chapter I proceedings are considered to be originally
filed pages/sheets and should be listed as originally
filed pages/sheets. Only those amendments or rectifi
cations to the specification and drawings filed on the
date of Demand or after the filing of a Demand should
be listed as later filed pages/sheets. Substitute and/or
rectified sheets of claims filed during the Chapter I
proceedings are also considered to be originally filed
pages/sheets and should be listed as originally filed
pages/sheets. However, amended sheets of claims
filed under Article 19 in response to the international
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search report are to be indicated as pages/sheets as
amended under Article 19. Only those amendments,
or rectifications to the claims filed on the date of
Demand or after the filing of a Demand shonld be
listed as later filed pages/sheets. All claims present on
a sheet stamped AMENDED SHEET are listed as
amended irrespective of which of the claims present
on that sheet were actually amended. If a claim is
made up of sheets filed on different dates, the latest
date is the date that should be used for the claim.

ITEM II. PRIORITY

Item II of Form PCT/lPEAJ408 is to inform appli
cant of non-establishment of a request for priority.

If applicant fails to furnish a copy or translation of
the earlier application, whose priority has been
claimed, within the time limit set by the examiner pur
suant to PCT Rule 66.7, check box No.1 and then
check the first box of the subsection if applicant failed
to furnish a copy of the earlier application whose pri
ority has been claimed, and check the second box in
the subsection if applicant failed to furnish a transla
tion of the earlier application whose priority has been
claimed.

When the claim for priority has been found invalid
(e.g., the claimed priority date is more than one year
prior to the international filing date and the notifica
tion under PCT Rule 4.1O(d) has been provided or all
claims are directed to inventions which were not
described and enabled by the earlier application),
check box No.2 of Item II and indicate why the claim
for priority has been found invalid following No.3
"Additional observations". The examiner is rentinded
that when some claims in an international application
are directed to an invention which was disclosed in
the earlier application, the priority claim is valid pro
vided that a copy and/or translation of the earlier
application havelhas been filed and the filing date of
the earlier application is one year or less from the fil
ing date of the international application.

ITEM III. NON·ESTABLISHMENT OF OPIN·
ION ON NOVELTY,INVENTIVE STEP AND IN
DUSTRIAL APPLICABILITY

Item III of Form PCTIIPEA/408 is intended to
cover situations where some or all claims of an appli
cation are so unclear or inadequately supported by the
description that the question of novelty, inventive step

(nonobviousness), and industrial applicability cannot
be considered, or where the international application
or claims thereof relate to subject matter which does
not require international prelintinary examination, or
where no international search report has been estab
lished for the claims.

If some or all of the claims of an application relate
to subject matter which does not require international
preliminary examination, check the appropriate box,
indicate which claims relate to that subject matter and
specify the reasons.

If some or all of the claims of an application are so
unclear that no meaningful opinion could be formed,
check the appropriate box, indicate which claims are
unclear and specify the reasons.

If some or all of the claims are so inadequately sup,
ported by the description that no meaningful opinion
could be formed, check the appropriate box.

If no international search report has been estab
lished for certain claims, check the appropriate box
and indicate the claim numbers.

ITEM IV. LACK OF UNITY OF INVENTION

Item IV of Form PCTIIPEAJ408 should be used by
the examiner to notify applicant that lack of unity of
invention has been found.

If in reply to an invitation to restrict, applicant
restricted the claims to a particular group, check the
first box under subsection 1.

If applicant paid additional fees for examination of
additional invention, check the second box under sub
section 1.

If the additional fees were paid under protest, cheek
the third box under subsection 1.

If applicant neither restricted nor paid additional
fees in reply to the objection of lack of unity of inven
tion, check the fourth box under subsection 1.

Subsection 2 of Item IV is to be completed if the
exantiner determines that unity of invention is lacking
but chooses not to invite the applicant to restrict or
pay additional fees.

Subsection 3 of Item IV is to be completed to indi
cate which claims were the subject of international
prelintinary examination.

If all claims are to be exantined, check the first box
under subsection 3.

If only some of the claims were the subject of inter
national preliminary examination, check the second
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box under subsection 3 and identify the claim num
bers.

ITEM V. REASONED STATEMENT WITH RE
GARD TO NOVELTY, INVENTIVE STEP, AND
INDUSTRIAL APPLICABILITY OF CLAIMS

In Item V, the examiner must list in summary form
all claims with regard to the criteria of novelty (N),
inventive step (IS), and industrial applicability (IA).

Item V is the main purpose of the Written Opinion.
All claims without fatal defects are treated on the
merits in Item V as to novelty, inventive step (nonob
viousness) and industrial applicability.

The treatment of claims in Item V is similar in for
mat to an Office action in a U.S. national patent appli
cation except that the words "rejection" and
"patentability" are never used in a written opinion. On
the international level, all written opinions are non
binding and a patent does not issue; what does issue is
an international preliminary examination report
(IPER), which is nonbinding on the Elected States.

Examiner statements in Item V can be positive and/
or negative. If, for example, claims define over the
prior art and meet the test of novelty, inventive step
(nonobviousness) and industrial applicability, a state
ment equivalent to detailed reasons for allowance in a
corresponding U.S. application, indicating how the
claims meet the tests of novelty, inventive step and
industrial applicability is sufficient. If on the other
hand it is the opinion of the examiner that some or all
claims lack novelty, inventive step, and/or industrial
applicability, specific reasons for the opinion employ
ing PCT form paragraphs, if appropriate, must be
given similar to those used in U.S. national applica
tions including a statement of motivation to combine
references cited regarding negative statements of
inventive step.

Form paragraphs to be used by the examiners
appear in the relevant sections of this Manual. All
examiners are expected to use the PCT form para
graphs in formulating any negative statements listed
in Item V.

Examiners are encouraged to indicate any amend
ments which applicant could present which would
avoid a negative statement in the international prelim
inary examination report.

All international applications where an examination
has been demanded should be searched by the exam-

iner at least to the point of bringing the previous
search up to date. Prior art discovered in a search and
applied in an Item V statement must be made of
record in Item V. Prior art already cited on the inter
national search report need not again be cited on the
written opinion or international preliminary examina
tion report. The subsequently discovered prior art is to
be cited in compliance with PCT Rule 43.5 and
Administrative Instructions Section 503 using the
same citation format used on the international search
report. Two copies of each newly cited reference
should be included in the PCT Chapter II file when it
is sent to PCT Operations for the mailing of the form
PCTIIPEA/40S. One of the copies of the newly cited
reference will be sent to the applicant and one copy
will be retained in the Chapter II file.

'f[ 18.01 Lacks Novelty
Claim [II novelty under PCT Article 33(2) as being antici

pated by [2].

Examiner Note:
1. In bracket I, pluralize 'claim' if needed, insert Claim no.(s),
and the verb -clack-. or --lacks--, as appropriate.
2. In bracket 2, insert name of prior art relied upon.

'f[ 18.02 Lacks Inventive Step - One Reference
Claim [II an inventive step under PCT Article 33(3) as being

obvious over [21. [31

Examiner Note:
1. In bracket 1, pluralize 'claim' if needed, insert claim no.ts),
and the verb --lack-- or -Iacks-, as appropriate.
2. In bracket 2, insert name of prior art relied upon.
3. In bracket 3, add reasoning.

'f[ 18.02.01 Lacks Inventive Step - Two References
Claim [II an inventive step under PCT Article 33(3) as being

obvious over [2] in view of [3]. [4]

Examiner Note:
1. In bracket I, pluralize 'claim' if needed, insert claim no.(s),
and the verb --lack-- or -dacks-c, as appropriate.
2. In bracket 2, insert name of PRllv1ARY prior art relied upon,
3. In bracket 3, insert name of SECONDARY prior. art relied
upon.
4. In bracket 4, add reasoning.

'f[ 18.02.02 Lacks Inventive Step - Additional Reference
Claim [II an inventive step under PCT Article 33(3) as being

obvious over the prior art as applied in the immediately preceding
paragraph and further in view of [2]. [31

Examiner Note:
1. This form paragraph may follow either 18.02 or 18.02.01.
2. In bracket 1, pluralize 'claim' if needed, insert claimno.(s),
and the verb c.-lack-c.· or -clacks->, as appropriate.
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3. In bracket 2, insert name of additional prior art relied upon.
4. In bracket 3, add reasoning.

'f{ 18.03 Lacks 1ndustrial Applicability
Claim [1] industrial applicability as defined by PCT Article

33(4). [2]

Examiner Note:
1. In bracket I, pluralize 'claim' if needed, insert claim no.(s),
and the verb --lack-- or --lacks--, as appropriate.
2. In bracket 2, add reasoning.

'f{ 18.04 Meets Novelty, 1nventive Step and Industrial
Applicability

Claim [1] lbe criteria set out in PCT Article 33(2)-(4), because
the prior art does not teach or fairly suggest [2].

Examiner Note:
1. In bracketl, pluralize 'claim' if needed, insert claim no.(s),
and the verb --meet-- or -rneets-. as appropriate.

2. In bracket 2, insert patentable subject matter.

ITEM VI. CERTAIN DOCUMENTS CITED

Item VI provides a convenient manner of listing
two different types of documents:

(A) Published documents - by the application
number or patent number as well as the publication
date, filing date and priority date; and

(B) Nonwritten disclosure - by the kind of disclo
sure, date of the disclosure and the date of the written
disclosure referring to the nonwritten disclosure.

ITEM VII. CERTAIN DEFECTS IN THE IN
TERNATIONALAPPLICATION

In Item VII, defects in the form and content of the
international application are identified.

Examples of defects that would be listed in Item
VII are:

(A) Informalities such as misplaced and/or omit'
ted drawing numerals, misspelled words, grammatical
errors, etc.

(B) An amendment to the drawings, description
or claims which was not timely filed.

(C) Improper multiple-dependent claims (PCT
Rule 6.4) if riot indicated under Item III.

The following form paragraphs are used in Box VII
of PCTIIPEAJ408 or PCTIIPEAJ409 "Certain defects
in the international application" for noting technical
defects.

'f{ 1&08 Drawing Objections - Defects
The drawings are objected to under .PCT Rule 66.2(a)(iii) as

containing the following defect(s) in the form or content thereof:
[II

Examiner Note:
In bracket. I, insert identificationof defects in drawings.

'f{ 18.08.01 Drawing 1s Required
The Subject matter of this application admits of illustration by

drawing to facilitate understanding of the invention. Applicant is
required under PCT Article 7(1) to furnish a drawing.

'f{ 18.09 Description Defective
The description is objected to as containing the following

defect(s) under PeT Rule 66.2(a)(iii) in lbe form or contents.
lbereof: [1]

Examiner Note:
In bracket 1, insert the technical problem, e.g., misspelled

word.

'f{ 18.10 Claims Defective
Claim [1] objected to under PCT Rule 66.2(a)(iii) as contain

ing lbe following defect(s) in lbe form or contents thereof [21

Examiner Note:
1. In bracket I, pluralize 'claim:' if heeded, insert claim no.Is)
and the appropriate verb --is-- or --are--.

2. In bracket 2, identify lbe technical deficiency.

ITEM VIII. CERTAIN OBSERVATIONS ON
THE INTERNATIONAL APPLICATION

Iri Item VIII, the examiner notifies the applicant of
observations made as to the clarity of the claims, the
description, the drawings, or on the.question whether
the claims are fully supported by the description."

If the claims, the description, or the drawings are so
unclear, or the claims are so inadequately supported
by the description, that no meaningful opinion can be
formed On the question of novelty, inventive step
(nonobviousness) or industrial applicability, the appli
cant is so informed in Item III (PCT Article
34(4)(a)(ii». Reasons for the examiner's opinion that
the claims, description and drawings, etc., lack clarity
must also be provided.

If the above situation is found to exist in certain
claims only, the provisions of PCT Article 34(4)(ii)
shall apply to those claims only.

If the lack of clarity of the claims, the description,
or the drawings is ofsuch a nature thatit is possible to
form a meaningful opinion on the claimed subject
matter, .then it is required that the examiner consider
the claims and render a written opinion on novelty,
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inventive step, and industrial applicability in Item V
of Form PCT/IPEAl408.

Since the claims of an international applicaiionare
not subject to a rejectiou on either art or indefiniteness
consistent with U.S. practice, observations by the
examiner with regard to clarity of the claims, the
description and the drawings will be treated in the
form of an. objection in the written opinion in Item
VIII.

The following formparagraphs are used in Box
VIII "Certain observationson theinternational appli
cation" of PCTIIPEAl408 and PCTIIPEAl409 for not
ing objections which are substantive rather than
merely technical in nature.

'J! 18.11 Drawing Objections - Lack Clarity

The drawings are objected to under PCT Rule 66.2(a)(v) as
lacking clarity under PCT Article 7 because: [1]

Examiner Note:
In bracket 1, insert reasons why the drawings lack clarity, e.g.,

inaccurate showing.

'J! 18.12.01 Claims Objectionable - Inadequate Written
Description

Claim [11 objected to as lacking clarity under PCT Rule
66.2(a)(v) because the claim [21 not fully supported by the
description. The application, as originally filed, did not describe:
[31

Examiner Note:
L Inbracket 1, pluralize "claim" if needed.dnsert claim no.Is),
and the verb -::-is::--or--are--, as appropriate.

2. In bracket 2, pluralize "claim" if needed, and insert the verb 
-i8-- or --are--.

3. In bracket 3, identify subject matter not described in the
application as filed.

'J! 18.I3.01 Claims Objectionable - Non-Enabling
Disclosure

Claim [11 objected to as lacking clarity. under PCT Rule
66.2(a)(v) pecause the .claim [21. not. fully supported by the
description. The descripti?n does. nOfdisclose the claime?inven~

tion in a manner sufficiently clear and complete for the claimed
invention to be carried out by a person skilled in the art because:
[3]

Examiner Note:
I. In bracket 1, pluralize "claim" if needed, insert claim no.Is)
and the appropriate ,verb wwis':'- ~r -ere--.
2. In bracket 2, pluralize "claim" if needed, insert the verb --is-
or -vare->.

3. In bracket 3, identify the 'claimed subject matter that is not
enabled and explain why it -isnot enabled.

'J! 18.14.01 Claims Objectionable - Lack ofBest Mode
Claim [11 objected to under PCT Rule 66.2(a)(v) because the

claim [2] not fully supported by the description. The description
fails to set forth the best mode contemplated by the applicant for
carrying out the-claimed invention 'as required by PCT Rule
5.1(a)(v) because: [31.

Examiner Note:
1. In bracketI, pluralize "claim" if needed, insert claim no.(s)
and the appropriate verb-~is-- or --are--.

2. In bracket 2, pluralize "claim" if needed, and insert the
appropriate verb --is-- or --are--.

3. In bracket 3, insert the objection and reasons.

'J! 18.15 Claims Objectionable - Indefiniteness
Claim [1] objected to under PCT Rule 66.2(a)(v) as lacking

clarity under PCT Article 6 because claim [2] indefinite for the
following reason(s): [3]

Examiner Note:
1. In brackets 1 and 2, pluralize "claim" if needed, insert claim
no.(s) and the appropriate verb --is--or --are--.

2. In bracket 3, insert reasons.

TIME TO REPLY

An invitation by the International Preliminary
Examining Authority ((PEA) to applicant to reply to
the examiner's written opinion will nortnally set a 2
month time limit for reply.

However, PCT Rule 69.2 sets forth time limits for
the IPEA to .• establish the international preliminary
examination report (IPER). Accordingly, a l-month
time limit should be set by the examiner in situations
when a 2-month time limit would risk delaying the
date of establishment of theIPER beyond:

(A) 28 months from the priority date; or
(B) 8 months from the date of payment of the

handling fee referred to in PCT Rule 57.1 and the pre
liminary examination fee referred to in PCT Rule
58.I(a); or

(C) 8 months from the date of receipt by the IPEA
of the translation furnished under PCT Rule 55.2.

As a general rule, a l-month time limit for reply to
the written opinion should be set by the examiner if
the written opinion (Form PCTIIPEAl408) has not
been completed by the examiner within 24 months
following the application's "priority date" as defined
in PCT Article 2.
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The United States rnles pertaining to international
preliminary examination of international applications
do not provide for any extension of time to reply to a
first written opinion. See 37 CFR 1.484(d) and MPEP
§1878.02.

AUTHORIZED OFFICER

Every written opinion must be signed by an exam
iner having at least partial signatory authority.

The first document prepared by the examiner in
most international applications during the interna
tional preliminary examination proceedings will be
the written opinion. Normally only in those interna
tional applications where all the formal matters are
proper and the claims are directed to inventions which
have novelty, inventive step and industrial applicabil
ity will an internatioual preliminary examination
report be established without a written opinion having
been issued first.

1878.01

1878.01(a) Prior Art Under Chapter n
PCT Article 33.

The International Preliminary Examination

*****
(6) The international preliminary examination shall take into

consideration all the documents cited in the international search
report. It may take into consideration any additional documents
considered to be relevant in the particular case.

PCT Rule 64.

Prior Art for International Preliminary Examination

M.l.Prior Art

(a) For the purposes of Article 33(2) and (3), everything
made available to the public anywhere in the world by means of
written disclosure (including. drawings and other illustrations)
shall be considered prior art provided that such making available
occurred prior to the relevant date.

(b) For the purposes of paragraph (a), the relevant date will
be:

(i) subject to item (ii), the international filing date of the
international application under international preliminary examina
tion;

(ii) where the international application under international
preliminary examination validly claims the priority of an earlier
application, the filing date of such, earlier application.

64.2.Non- Written Disclosures
In cases where the making available to the public occurred by

means of an oral disclosure, use, exhibition or other non-written
means (t'non-written disclosure") before the relevant date as
defined in Rule 64.1(b) and the date of such non-written disclo
sure is indicated in a written disclosure which has been made
available to the public on a date which is the same as, or later than,
the relevant date, the non-written disclosure shall not be consid
ered part of the prior art for the purposes of Article 33(2) and (3).
Nevertheless, the international preliminary examination report
shall call attention to such non-written disclosure in the manner
provided for in Rule 70.9.

64.3. Certain Published Documents
In cases where any application or any patent which would con

stitute prior art for the purposes of Article 33(2) and (3) had it
been published prior to the relevant date referred to in Rule 64.1
was published on a datewhich is the same as, or later than, the rel
evant date but was filed earlier than the relevant date or claimed
the priority of an-earlier application which had been filed prior to
the relevant date, such published application or patent shall not be
considered part of the prior art for the purposes of Article 33(2)
and (3). Nevertheless, the international preliminary. examination
report shall call attention to such application or patent in the man
ner provided for in Rule 70.10.

The relevant date for the purpose of considering
prior art is defined in PCT Rule 64.1(b) as the interna
tional filing date or, where the international applica
tion contains a valid claim for priority, that date of
priority.

In cases where any application or any patent which
would constitute prior art for the purpose of interna
tional preliminary examination as to novelty and
inventive step (nonobviousness) was published on
or after the relevant date of the international applica
tion under consideration but was filed earlier than the
relevant date or claimed the priority of au earlier
application whichwas filed prior to the relevant date,
the published application or patent is not to be consid
ered part of the prior art for the purpose of interna
tional preliminary examination as to uovelty and
inveutive step. Nevertheless, these documents are to
be listed on Form PCT/IPEN409 under the heading
"CERTAINPUBLISHED DOCUMENTS".

In determining whether there is inventive step,
account should be taken of what the applicant
acknowledges in hislher description as knowu. Such
acknowledged prior art should be regarded as correct
aud used during prelimiuary examination where
appropriate.

For oral or nonwritten disclosure, see PCT Rules
64.2 aud 70.9.
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1878.01(a)(I) Novelty Under Chapter II

Novelty is defined in peT Article 33(2).

PCT Article 33.

The International Preliminary Examination

*****
(2) For the purposes of the international preliminary exami

nation, a claimed invention shall be considered novel if it is not
anticipated by the prior art as defined in the Regulations.

*****

1878.01(a)(2) Inventive Step
Under Chapter II

Inventive step is defined in PCT Article 33(3).

PCT Article 33.

The International Preliminary Examination

*****

(3) For purposes of the international preliminary examina
tion,a claimed invention shall be considered to involve an inven
tive step if, having regard to the prior art as defined in the
Regulations, it is not, at the prescribed relevant date-obvious to a
person skilled in the art.

*****
PCTRule 65.

Inventive Step or Non-Obviousness

65.I.Approach to Prior Art

For the purposes of Article 33(3), the international preliminary
exainination shall take into consideration the relation of any par
ticular claim to the prior art as a whole. It shall take into consider
ation the claim's relation not only to individual documents Of parts
thereof taken separately but also its relation to combinations of
such documents or parts of documents, where such combinations
are obvious to a person skilled in the art.

65.2.Relevant Date

For the purposes of Article 33(3), the relevant date for the con
sideration of inventive step (non-obviousness) is the date pre
scribed in Rule 64.\.

1878.01(a)(3) Industrial Applicability
Under Chapter II

Industrial applicability is defined in PCT Article
33(4).

PCT Article 33.
The ·lnternational·Preliminary Examination

*****

(4) For the purposes of the international preliminary exami
nation, a claimed invention shall be considered industrially appli
cable if, according to its nature, it can be made or used (in the
technological sense) in any kind of industry. "Industry" shall be
understood in its broadest sense, as in the Paris Convention for the
Protection of Industrial Property.

*****

1878.02 Reply to the Written Opinion

PCT Article 34.
Procedure before the International Preliminary Examining

Authority

*****

(Z)(a)The applicant shall have a right to communicate orally
and in writing with the International Preliminary Examining
Authority.

(b) The applicant shall have a right to amend the claims, the
description, and the drawings, in the prescribed manner and
within the prescribed time limit, before the international prelimi
nary examination report is established. The amendment shall not
go beyond the disclosure in the international application as filed.

*****

(d) The applicant may respond to the written opinion.

*****

PCTRule66.
Procedure before the International Preliminary Examining

Authority

*****

66.3.Fonnal Response to the International Preliminary
Examining Authority

(a) The applicant may respond to the invitation referred to in
Rule 66.2(c) of the International Preliminary Examining Author
ity by making amendments or - if he disagrees with the opinion of
that Authority -cby submitting arguments, as the case may be, or
do both.

(b) Any response shall be submitted directly to the Interna
tional Preliminary Examining Authority.

*****

66.5.Amendment
Any change, other than the rectification of obvious errors, in

the claims, the description, or the drawings, including cancellation
of claims, omission of passages in the description, or omission of
certain drawings; shall be considered an amendment.
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66.6Jnformal Communications with the Applicant,
The International Preliminary Examining Authority-may, at

any timeccommunicate informally, oyer the t~lephom~, Inwriting,
or .. through p~rs?nal. i~t~rviews, .. with. the applicant. The said
Authority shall, 'at its discretion, decide whether it 'wishes to grant
more than one personal interview if so requested by the applicant;
or whether it wishes to reply to any informal written communica
tion fromthe-applicant.

*****

66.8.Form ofAmendments

(a) Subject to paragraph (b), the applicant shall be required
to submit a replacement sheet for every sheet 6f'the international
application which, on account' ofan amendment, differs-from the
sheet previously filed.. The letter accompanying the replacement
sheets shall draw attention to the differences between the replaced
sheets and. Jhe;,replac~ment sheets and shall preferably also
explain the reasons for the amendment.

(b) Where. the am.~iIdinenf consists in the" deletion' of pas
sages or' in 'minor alterations' or additions, the' replacement sheet
referred to in-paragraph (a) may be a copy of the.relevant.sheet of
the international application containing the alterations-or addi
tions, proyided.• that .the..clarity <U1d direct reproducibilit~.of that
sheet are not :.adversely aff~cted. To the extent that any amendment
results in the cancellati6n of an entire sheet, thatamendment shall
be communicated-in a letter which shall preferably also 'explain
the reasons .for the amendment.

66.9.Language ofAmendments

(a) Subject to paragraphs (b) and (c), if the international
application has been filed ina language other than the language in
which it is published, any amendment, as well as any letter
referred to in Rule 66.8, shall be submitted in the language of pub
lication.

(b) If the international preliminary examination is carried
out, pursuant torule55.2, on the basis of a translation of the inter
national application, any amendment, 'as well as any letter referred
to in paragraph (a), shall be submitted in the language of that
translation.

(c) Subject to. Rule ,553, if an amendment orIeuer is not
submitted in.a language as required under paragraph (a) or (b), the
International' Preliminary Examining Authority shall, if practica
ble, having regard to the time limit for. establishing the. interna
tional preliminary. .examination .report, invite the .applicant to
furnish the amendment or letter in the required language within a
time limit which shall be reasonable under the circumstances.

(d) If .the applicant fails to comply, within the time limit
under paragraph (c), with the invitation to furnish.an amendment
in the required language.. the amendment shall not be taken into
account forthe purposes.of the international preliminary examina
tion. If the applicant fails to comply, within the time limit under
paragraph fc), with the invitation to furnish a letter' referred to in
paragraph (a) in the required-language, the amendment concerned
need not be taken into account-for the purposes of the interna
tional preliminary examination:

37 CFR 1.485. Amendments by applicant during
international preliminary examination.

(a) The applicant may make amendments at the time offil
ing the Demand. The, applicant; may ..also make amendments,
within the time limit set by the International.:PI:eliminary Bxamin
ing Authority for reply to any notification under § 1.484(b) or to
any written opinion. Any-such amendments must:

(1) .. Be made by. submitting areplacement .sheetlu com
pliaace with PCT Rules 10 aad ILl to lLlHorevery sheet of the
application .. which differs..from the sheet it replaces .unless ..an
entire Sheetis cancelled; and

(2) Inc'hIde'a' description of how the replacement sheet
differs from the replaced sheet.Arnendments that-do not comply'
with PCTl{ules 10 aad ILl to iLl3 may uot be entered

(b) .If an amendrnent cancels, an enure sheet.of the interna
tional .application, that amendment shall. be communicated in a
letter.

All amendments in reply toa written opinion must
bereceived within the time limit set for reply in order
to be assured of consideration in the international pre,
liminary examination report. Amendments filed at or
before expiration of the period for reply will be con
sidered. Since the examiner will begin to draw up the
final' report rather promptly after the time period
expires, amendments filed after expiration of the reply
periodmay not be considered. In, view of the short
time period for completion of preliminary examina
tion, applicants are strongly encouraged to file any
amendments promptly. 37 CFR L484(d) does
not allow for,extensions,of tiille to reply to a written
opinion.The policy of not allowing extensions of time
is to ensure that the USPfO can meet its treaty dead
line fortransmission of the final report.

Any change, otber than therectification ofobvious
errors in the claims, the description, or the drawings,
including the cancellation of claims, omission ofpas
sages in the description or omission ofcertain draw~

ings will be considered an amendment (PCT Rule
66.5). The Patent and Trademark Office when acting
as the InternationalPrelimin·ary'Examining Authority
will not accept any non-Englishiapplications or
amendments.

Any amendments to the claims, the description, and
the drawings in reply to a written opinion must (I) be
made by submitting a replacement sheet for every
sheet of the application which differs from the sheet it
replaces, unless an entire sheet is cancelled and (2)
include a description of how the replacement sheet
differs from the replaced sheet in accordance with
PCTRule66.8.
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In the particular case where the amendment cancels
claims, passages in the description or certain drawings
resulting in the cancellation of an entire sheet, the
amendment must be submitted in the form of a letter
cancelling the sheet (PCT Rule 66.8(a)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the
form of a letter, must be accompanied by a letter
signed by the applicant or agent (PCT Rule 92.1). The
letter must draw attention to the differences between
the replaced sheet and the replacement sheet.

The examiner should make sure that amendments
filed in accordance with the PCT, which are necessary
to correct any deficiencies notified to the applicant, do
not go beyond the disclosure of the international
application as filed, thus violating PCT Article
34(2)(b). In .other words, no amendment should con
tain matter that cannot be substantiated by the appli
cation as originally filed. In a situation .where new
matter is introduced by amendment.in reply to a writ
ten opinion, the international preliminary examination
report will be established as if the amendment had not
been made, and the report should so indicate. It shall
also indicate the reasons why. the amendment goes
beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time
limit for reply to the written opinion, request a tele
phone or personal interview. Only one interview is a
matter of right, whether by telephone or in person.
Additional interviews may be authorized by the
examiner in. a particular international application
where such additional ..interview .may be helpful to
advance the international preliminary examination
procedure.

All interviews of substance must be made of record
by using PCT/IPEAl428 Notice on Informal Commu
nication with the Applicant.

When an interview is arranged, whether by tele
phone or in writing, and whether by the examiner or
by the applicant, the matters for discussion should be
stated.

The records of interviews or telephone .conversa
tions should indicate, where appropriate, whether a
reply is due from the applicant or agent or whether the
examiner wishes to issue an additional written opin-

ion or establish the international preliminary examina
tion report.

If the applicant desires to reply to the written opin
ion, such reply must be filed within the time limit set
for reply in order to assure consideration. No exten
sions to the time limit will be considered or granted. If
no timely reply is received from the applicant, the
international preliminary examination report will be
established by the examiner, treating each claim sub
stantially as it was treated in the written opinion.
Replies to the written opinion which are not filed
within the time limit set but which reach the examiner
before the examiner takes up the application for prep
aration of the final report may be considered. Thus,
only timely replies can be assured of consideration.

The applicant may reply to the invitation referred to
in Rule 66.2(c) by making amendments or, if the
applicant disagrees with the opinion of the authority,
by submitting arguments, as the case may be, or both
(peT Rule 66.3).

If applicant does not reply to the written opinion,
the international preliminary examination report will
be prepared in time for forwarding to the International
Division in finished form by 27 months from the pri
ority date.

1879 Preparation of the International
Preliminary Examination Report

retArticle 35.

The International Preliminary Examination Report

(1) The international preliminary examination report shallbe
established within the prescribed time limit andin the prescribed
form.

(2) The international preliminary examination report shall
not contain any statement on the question whether the claimed
invention is or seems to be patentable or unpatentable according
to any national law. It shall state, subjectto the provisions of para
graph (3), in relationto each claim, whetherthe claim appears to
satisfy the criteria of novelty, inventive step (non-obviousness),
and industrial applicability, as defined for the purposes of the
international preliminary examination in Article 33(1) to·(4). The
statement shall be accompanied by the citation of the documents
believed to support the stated conclusion with such explanations
as the circumstances of the case may require. The statement shall
also be accompanied by such other observation as the Regulations
provide for.

(3)(a)If, at the time of establishing the international prelimi
naryexaminationreport, the International Preliminary Examining
Authority considersthatany of the situations referred to in Article
34(4)(a) exists, thatreport shall state this opinion andthe reasons
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therefor.Tt shall not contain any statement as provided.in para
graph (2).

(b) If a situation under Article 34(4)(,?)isfo~nd to.exist..
the.tnremational_prelnmnary ex.amination report-shall, in,relatio~
tothe claims in question, contain the statement as proVided_i~ sub
paragraph(a), whereas, in relationto the other claims.Jt shancon
tain the statement as providedin paragraph (2),

PCT Administrative Instruction Section 694.

Guidelines for-Explanations Contained in the International
Preliminary Examination Report

(a) Explanations under Rule 70.8.shallcle'l"ly poi~touuo.

whichof thethree criteria of novelty, inventive steptnon-obvious
ness) and industrial applicability referred to in Article 35(2), taken
separately" any__ cited .documentIs•.aIJP~~ablr; -~<l- s?all c:le~rly

descI1be,v.:itll reference to ;,the, cited doc~mews" the reasons sup
porting the conclusion that anyof thesaidcriteria is oris notsatis
fied.

(b) Explanations under Article 35(2) shall be concise and
preferably in the form ofshort 'sentences.

After examination of the international application,
if there are no negative statements and/or negative
comments for Form PCTIIPEN408,' then the only
statement that will issue from the International Pre
liminary Examining Authority will be the interna
tional preliminaryexarnination report (IPER);

The international preliminary examination report is
established on Form PCTIIPEN409.

The international preliminary examinationreport
must be established within:

(A) 28 months from the priority dat~; or
(B) 8 months from thedate of paYIll,entof the fees

referred to inPCT Rules 57.1 and 5&-l{a);or . . .'
(C) 8 months from the date of receipt by the Inter

national Preliminary Examining Authority of the
translation furnished under PCTRule 55.2,whichever·
expires last, as provided in PCT Rule 69.2.

To meet the 28-month date for establishing the
report, Office practice is to complete internal process
ing by 27 months from the priority date in order to
provide adequate time for reviewing, final processing
and mailing. Thus, under normal circumstances, the
applicant receives the report, at the latest, 2 months
before national processing at the elected Offices may
start. This ensures that he/she. has time to consider
whether, and in which elected Offices, he/she wants to
enter the national stage .and to take the necessary
action.

The international preliminaryexamination report
contains, among other things,a statement (in the form
of simpleryes" or "no"),in relation tp each claim
whifh h~sbeen examined, or whether t~e clailll
apPears to satisfytjIe. criteria of novelty,inyentiy~
step (l)on~P9viousness)at)d industrial applicability..
The statement is, where appropriate, accompanied by .
the citationof relevant documents togeth~rwith con
ci§eeJ(pll!ll.a~ons poirting out the criteria.towhich the
ciie.d ',docume.n.ts are applicable....and g.iying re.: as..•.ons
for the International PreliminarY. Examining Author
ity's conclusions. Where applicablevthereport also
includes remarksrelatingto the question of up.i\y.of
invention.

The international Preliminary examination report
identifies the basis on which it is established, that is;
whether, and if so, whichaniendments <have been
taken intoaccolInt. Replacement sheets containing
amendments ·under PCT Article 19 and/or Article 34
which have been taken into account are attached as
"annexes" to the international prelimina.ryexamina
tion report. Amendments under PCT Article 19 which
have been considered as reversed by an amendment
under PCT Article 34 or which have been superseded
by later replacement sheets are not annexed to the
report; neither are the letters which accompany
replacementsheets.

.The international preliminary examination report
may not express a view on the patentability of the
invention.. PCT Article 35(2) expressly states that
"the international preliminary examination report
shallvnot. contain. any statelllel)t on the question
whetherthe.claimed invention is.or seems to be pat
entable or unpatentable according to any national
law."

CLASSIFICATION OF SUBJECTMATTER

The classification of the subject. matter .shallbe
either (I) that .given by the International. Searching
Authority underPCT Rule 433, if the examiner
agrees. with such classification, or (2)' shall. be that
which the examiner considers to be correct, if the
examiner does not agree with that classification. Both
the International Patent Classification (IPC)· and the
U.S; classification should be given.This classification
is placed On the first sheet·of the report.
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ITEM I. BASIS OF REPORT

The international, preliminary examination report
will be established on. the basis of any amendments,
rectifications, priority and/or nnity of invention hold
ings and shall answer the ~nestions concerning nov
elty, inventive step, and indnstrial applicability for
each Ofthe claims under exatnination.

~n completing Form PCT/IPEAl409, the examiner
should first indicate any amendments and/or rectifica
tions of obvious errors taken into acconnt in estab
lishing 'the international prelirninilryexamination
repo~. The amendments and/or rectific,ations should
be indicated by references to the dates on which the
amendments and/or rectifications were filed.

For the purpose of completing Box I, item I, substi
tute •and/or rectified sheets of the specification and
drawings filed during Chapter I proceedings are-con
sidered to be originally filed pages/sheets and should
be listed as originally filed pages/sheets. Only those
amendments or rectifications to the specification and
drawings filed on the date of Demand .or after the.fil
ing of a Demand should be listed as later filed pages/
sheets.

Substitute and/or rectified sheets of claims. filed
during the Chapter I proceedings are also considered
to be originally filed claims and should be .listed as
originally filed claims. However, amended sheets of
claims filed under Article 19 in response to the inter
national search report are to be indicated as claims as
amended under Articlelv. Applicant's submission of
a timelyamendment to the claims alleged to be under
Article 19 is accepted under Article 34 (not Article
19) unless the International Bureau has indicated the
amendments Were accepted under Article 19. Only
those amendments, or rectifications tothe claims filed
on the date of Demand or after the filing of a Demand
should be listed as later filed claims. All claims
present On a sheetstamped AMENDED SHEET are
listed as amended irrespective of which of the claims
present on that sheet were actually amended. If a
claim is made up of sheets filed on different dates, the
latest date is the date that should be used for the claim.

Amendments and/or rectifications filed but not
taken into account in the establishment .of the report
(e.g., an amendment not taken into account because
the amendment went beyond the disclosure of the
international application as filed or a rectification that
is not considered to be merely a correction of anobvi-

ous error) are then indicated separately. The replace
ment sheets (but not replacement sheets superseded
by later 'replacement sheets) or letters cancelling
sheets under PCTRule 66.8(a) are included as an
annex to the report.

The final report package when sent to the Interna
tional Application Processing Division for mailing
must include copies of all amendments and rectifica
tionsentered and any cover letters to those amend
ments.

ITEM II. PRIORITY

Item II of Form PCTIIPEAl409 is to inform appli
call1of non-establishment of arequest for priority. If
the, report is established as if the priority claim con
tained in the Request of the international application
had not been made, it shall so indicate. This will
occur in the event that the applicant has failed to com
ply with the invitation to furnish either

(A) a copy of the earlier application whose prior
ity is claimed, or

(B) a translation of the earlier application, or
(C) where the priority claim is found invalid, e.g.,

the claimed priority date is more than one year prior
to the international filing date (peT Rule 17) or all
claims are directed to inventions which were not
described and enabled by the earlier application (PCT
Rule 64.1), or

(D) where the priority claim has been withdrawn.

ITEM III. NON-ESTABLISHMENT OF OPIN
ION WITH REGARD TO NOVELTY, INVEN
TIVE STEP OR INDUSTRIAL APPLICABILITY

Indications that a report has not been established on
the questions of novelty, inventive step or industrial
applicability, either as to some claims or as to all
claims, are given in Item III on the Report. The exam
iner must specify that the report has not been estab
lished because:

(A) the application relates to subject matter which
does not require international prelirninary examina
tion..

(B) the description, claitns or drawings are so
unclear that no meaningful opinion could be formed;

(C)the claims are so inadequately supported by
the description that no meaningful opinion could be
formed.
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Where the report has not been established in rela
tion to certain claims only, the claims affected must be
specified.

ITEM IV. LACK OF UNITY OF INVENTION

If the applicant has paid, additional fees or has
restricted the claims in response to. an invitation to do
so or if the applicant has failed to respond to the invi
tation to pay additional fees or restrict the claims, the
international preliminary examination report shall so
indicate. The examiner should indicate whether:

(A) the claims have been restricted;
(B) additional fees have been paid without pro

test;
(C) additional fees have been paid by the appli

cant under protest;
(D) the applicant has neither restricted the claims

nor paid additional fees;
(E) the examiner was of the opinion that the inter,

national, application did not comply with the require
ment of unity of invention but decided not to issue an
invitation to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than
all the claims, the examiner must indicate which parts
of the international application were, and which parts
were not, the subject of international preliminary
examination.

In the case where additional fees were paid under
protest, the text of the protest, together with the deci
sion thereon, must be annexed to the report by Inter
national Application Processing Division IPEA
personnel if the applicant has so requested.

Where an indication has been given under item (E)
above, the examiner must also specify the reasons for
which the international application was not consid
ered as complying with the requirement of unity of
invention.

ITEM V. REASONED STATEMENT UNDER
ARTICLE 35(2) WITH REGARD TO NOVELTY,
INVENTIVE STEP, AND INDUSTRIAL APPLI
CABILITY; AND CITATIONS AND EXPLANA
TIONS SUPPORTING SUCH STATEMENT

The examiner must indicate whether each claim
appears to satisfy the criteria of novelty, inventive
step (nonobviousness), and industrial applicability.
The determination or statement should be made on

each of the three criteria taken separately..The deter
mination .as to any criteria should be negative if the
criteria as to the particular claim is not satisfied. The
examiner should always cite documents believed to
support any negative determination as to novelty and
inventive step. Any negative holding as to lack of
industrial applicability must be fully explained. See
the discussionunderMPEP§ 1878, Item V. The cita
tion of documents should be in accordance with
Administrative .Instructions Sections 503 and 611.
The procedure is the same as the procedure for search
report citations. Explanations should clearly indicate,
with reference to the cited documents, the l~easo.ns

supporting the conclusions that any of the said crite
ria is or is not satisfied; unless the statement is posi
tive and the reason for citing any document is easy to
understand when consulting the document. If only
certain passages of the cited documents are relevant,
the examiner should identify them, for example, by
indicating the page, column; or the lines where such
passages appear. Preferably, a reasoned statement
should be provided ill all instances.

ITEM VI. CERTAIN DOCUMENTS CITED

If the examiner has discovered, or the international
search report has cited, a relevant document which
refers to a nonwritten disclosure, and the document
was only published on or after the relevant date of the
international application, the examiner must indicate
on the international preliminary examination report:

(A) the date on which the document was made
available to the public;

(B) the date on which the non-written public dis
closure occurred.

The examiner should also identify any published
application or patent and should provide for each such
published application or patent the following indica
tions:

(A) its date of publication;

(B) its filing date, and its claimed priority date (if
any).

The Report may also indicate that, in the opinion of
the International Preliminary Examining Authority,
the priority date of the document cited has not been
validly claimed (peT Rule 70.10).
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Guidelines explaining to the examiner the manner
of indicating certain special categories of documents
as well as the manner of indicating the claims to
which the documents cited in such report are relevant
are set forth in Administrative Instructions Sections
507(c), (d), and (e) and 508.

ITEM.VII. CERTAIN DEFECTS IN THE INTER
NATIONAL APPLICATION

If, in the opinion of the examiner, defects existing
in the form or contents of the international application
have not been suitably solved at the prescribed time
limit for establishing the international preliminary
examination report, the examiner may include this
opinion in the report, and if included, must also indi
cate the reasons therefor. See the discussion under
MPEP § 1878, Item VII.

ITEM VII. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, the clarity of
claims, the description, and the drawings, or the gues-

tion as to whether the claims are fully supported by
the description have not been suitably solved at the
prescribed time limit for establishing the international
preliminary examination report, the examiner may
include this opinion in the report, and if included,
must also indicate the reasons therefor. See the discus
sion under MPEP § 1878, Item VIII.

CERTIFICATION

When completing the certification of the report, the
examiner must indicate the date on which the Demand
for International Preliminary Examination was sub
mitted and the date on which the examiner completed
the report and the name and mailing address of the
International Preliminary Examining Authority.

These last mentioned items may either be com
pleted when including the other data or when com
pleting the certification. Every international prelim
inary examination report must be signed by a primary
exarriiner.
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peT
INTERNATIONAL PRELIMINARY EXAMINATION REPORT

(peT Article 36 and Rule 70)

Applicant'sor agent's file reference
See Notification of Transmittal of International

FOR FURTHER ACTION
Preliminary, Examination Report(FormPCf/IPEN416)!PI-OOI PCT

International application No. International filing date (day/month/year) I~riOrilY date (dayhnOfith/year)

PCT/US99/15678 05 June 1999 (05.06.1999) 05 June 1998 (05.06,1998)
International Patent Classification (IPC) or nationalclassiflcation and IPe

IPC(7): A62C 27/00 and US CI.: 2801004
Applicant

International Products, Inc.

I. This internationalpreliminary examination report has beenpreparedby this InternationalPreliminary
Examining Authorityand is transmittedto the applicantaceordingto Article 36.

2. This REPORTconsists of a total of _ sheets, including this cover-sheet.

o This report is also accompanted byANNEXES, i.e., sheetsofthe description, claims and/ordrawings
which have been amendedand are the basis for this report and/or sheets containingrectifications made
before this Authority(seeRule 70.16 and Section607ofthe Administrative Instructionsunder the PCT).

These annexes consistof atotal of - sheets;

3. This report contains indications relating to the following items:

I o Basis of the report

II D Priority

III ~ Non-establishment of report with regard tonovelty, inventive step and,industrialapplicability

IV ~ Lack of unity of invention

V ~ Reasonedstatementunder Article 35(2)with regard to novelty,'inventive'step or industrial
applicability; citations and explanations supportingsuch statement

VI D Certain documents cited

VII D Certain defects in the international application

VIII D Certain observations on the international application

Date of submission of the demand Date of completion of this report

OS January 2000 (05.01.2000)
. .

14 Jnly 2001 (14.07.2001)

Nameandmailing address of the IPEA/US
.,.

Authorized officer .

Conunissloner of Patents and Trademarks
BoxPCT Pat Examiner
Washington, D.C. 20231

Facsimile No. (703)305~3230 Telephone No. 703~305~3257

Fonn PCTIIPEAJ409 (cover sheet)(July 1998)
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International application No.

INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCT/US99/15678

I. Basis of the report ..

1. With regard to the elements of the international application:'"

D the international application as originally filed.

C8J the description:
pages 1-6 as originally filed
pages NONE , filed withthe demand
pages NONE , filed with the letter of

~ the claims:
pages 10and 12-16 , as originally filed
pages NONE , as amended (together with any statement) under Article 19
pages 11 , flled with the demand
pages 1111 , filed with the letter of 23 June2000 (23.06,2000)

[8J the drawings:

pages 1·3 ! as originally filed
pages NONE , filed with the demand
pages NONE , filed with the letter of

D the sequence listing part of the description:
pages'NONE , as originally filed
pages NONE , filed with the demand
pages NONE , filed with the letter of

2. With regard to the language, all the elements marked above were available or furnished to this Authority in the
language in which the international application was filed. unless otherwise indicated under this item.
These elements were available or furnished to this Authority in the following language __ which is:

o the languageof a translation furnished for the purposes of international search (under RUle23.1(b».o the language of publication of the international application/under Rule 48.3(b)}.o the language of the translation furnished for the purposes of international preliminary examination(under Rules
55.2 and/or 55.3).

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the
international preliminary examination was carried out on the basis of the sequence listing:

o contained in the international application in printed fonn.o filed together with the international application in computer readable form.o furnished subsequently to this Authority in written form.o furnished subsequently to this Authority in computer readable form.o The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the
international application as filed has been furnished.o The statement that the information recorded in computer readable form is identical to the written sequence listing
has been furnished.

4. 0 The amendments have resulted in the cancellation of:

D the description. pages NONE

D the claims. Nos.~

D the drawings, sheets/fig NONE

5. 0 This report has been establishedas if (some of) the amendments had not been made, since they have been considered to go
beyond the disclosure as filed, as indicated in the Supplemental Box.(Rule70.2(c». *'"

_. * Replacement sheets which have been furnisned to the receiving Office in response to an invitation under Article 14 are referred to in
this report as "originally filed" and are 1U!t annexed to this report since they do not contain amendments (Rules 70.16 and 70.17).
**Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report.

Form PCTIIPEAJ409 (Box I) (July 1998)
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International application No.

1879

INTERNATIONAL PRELIMINARY EXAMINATION REPORT

Il, Priority

PCT/US99115678

1.0 This report bas been established as if no priorityhaa been claimed due to the failure to furnish within the prescribed
time limit the requested:

o copy of the earlier application whosepriority has been claimed(Rule66.7(a».

o translation of the earlier application whose priority has been claimed (Rule 66. 7(b».

20 This report has been established as jf no priority has been claimed due to the fact that the priority claim has been found
invalid(Rule'64, I).

Thusfor the purposes of this report, the international filingdate- indicated aboveis considered to be the relevant date.

3. Additional observations, if necessary:

Form PCf/IPEAJ409 (Box ll) (July1998)
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International application No.

INTERNATIONAL PRELIMINARY EXAMINATION REPORT
PCT/uS99t15678

m. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

1. The question whether the churned invention appears to be novel. to involve:an inventive step (to be non-obvious), or
to be industrially.applicable.have.not beenandwill not be examined in respect of:

o the entire international application,

~ claimsNos. !!

because:

D the said international application, or the said claim Nos. __ relate to the following, subject matter which does
not require internationalpreliminaryexamination (specify):

cg] the description, claims or drawings (indicate particularelements below) or said claims Nos . .!.! are so unclear
that no meaningful opinion could be formed (specify):

Claim 11 has not been examined because it is an improper multiple dependent claim under PCT Rule 6.4(a) because it depends
from another multiple dependent claim.

o the claims, or said claims Nos. __ are so inadequately supported bythe description that no meaningful
opinion couId be formed.

o no international search report has been established for said claims Nos.

2. A meaningful international preliminary examination cannot be carried out due to the failure of the nucleotide and/or amino acid
sequence listing to comply with the standard provided for in Annex C of the Administrative Instructions:o the written form has not been furnished or does not comply with the standard.

o the computer readable form has not been furnished or does not comply with the standard.

August 2001
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InternationalapplicationNo,

1879

INTERNATIONAL PRELIMINARYEXAMINATION REPORT
-PCTfUS99/15678

IV. Lack oflinity of,invention

paid additional fees under protest.

neitherrestrictednor paid additional fees.

This Authority found that the requirement of unityof invention is not compliedwith and chose, according to
Rule68.1. not to invite the applicant to restrictor pay, additional fees.

1. In response to the invitation to restrictor pay additional fees the applicant has:

D restricted theclaims.

~ paid additional fees.

D
D

20

3. This Authority considers that the requirement of unity of invention is accordance with Rules 13.1, 13.2 and 13.3 is

o complied with.

C8J not complied with for the following reasons:

This'application contains the following inventions or'groupsof inventions whicharenot so linkedas to form a singlegeneral
inventiveconceptunder PCT Rule 13.1: In order for all invendons'to be examined, the appropriate additionalexaminationfees must

I bepaid.

IGroup'I, claim(s) 1-5, drawnto a fire-fighting vehiclewith aparticular high-visibility finish.

GroupII, c1aim(s) 6·10, drawnto a fire hosemadeof PVC reinforced canvas.

The inventions listedas GroupsI and D do not relateto a singlegeneral inventive conceptunderper Rule 13.1 because,underPCT
Rule 1:3,,2, they lackthe sameor corresponding Special techalcal features for the following reasons: The special technical feature of
the GroupI vehicle is the claimedhigh-visibility paintappliedto thevehicle. The'special-technical featureof the Group, D invention
is the particular composition of the claimedfire hose. Sincethe special technical-feature 'ofthe Group I invention is not presentin the
GroupDclaimsand the special technical feature of the GroupII invention is not presentin the GroupI claims, unityof invention is
lacking.

4. Consequently, the following parts of the international application were the subject of international preliminary
examination in establishing this report:

~ all parts.

D the parts relating to claims Nos. __

Fonn per/IPEA/4Q9 (BoxN) (July1998)
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(BoxV) {JUlyp,

International application No.
INTERNATIONALPRELIMINARY EXAMINATIONREPORT

PCT/US99115678

V. Reasoned statement under Article 35(2) with regard to novelty,inventive step or industrial applicability;
citations and explanations supporting such statement

1. STATEMENT

Novelty (N) Claims 6~11 YES
Claims 1-5 NO

Inventive Step (IS) Claims 9-11 YES
Claims 1-8 NO

Industrial Applicability(IA) Claims 1-11 YES
Claims NONE NO

2. CITATIONS AND EXPLANATIONS(Rule 70.7)
Claims 1-5 lack novelty under PCT Article 33(2) as being anticipatedby Jones. Jones teaches the claimed fire-fighting vehicle
including the claimedhigh-visibility polyesterfinish.

Claims 6-8lackan inventive stepunderPCTArticle 33(3) as being obvious over Johnson in viewof Fairfield. Johnson doesnot
teachthe particularPVC compositions claimedfor use.ina fire bosebutotherwise teachesall of the claimedelementsfor the claimed
fire hose. Fairfieldteachesthat it is knownto usethe claimedPVC compositions as additives in canvasmaterialintendedfor use as
an inlethose in a pumping system. Sinceeach type of environment, the fire hoseenvironment and the pumping equipment
environment, demandresistance to fungusgrowthsand dry rot it wouldhavebeenobvioustoone of ordinaryskill in this art at the
timethis invention was madeto provide the claimedPVCcompositions asadditives in the Johnsonfire hose as taughtby the Fairfield
reference.

Claims9-11 meet thecriteria set out in PCT Article 33(2)-{3), becausethe prior an does not teachor fairly suggestthe specificPVC
compositions claimedas additives for the fire hose.

, Claims1-11 meet the criteria set out in PCT Article33(4) and thus have industrial applicability, because the fire flgbring vehicleand
the claimedfire hosecanbe made and/orused in the fire fighting industry.

____m ________• NEWCITATIONS --------._-----

- - ,¥_~. '''''' -- •,,"<"
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I,mem"'o",, application No.

INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCT/US99/15678

VI. Certain documents cited

1. Certain published documents (Rule 70.10)

Application No Publication Date Filing Date Priority date (valid claim)
Patent No. (t!aVlmonthlYear) Cdaylmonthlyear) (tklylmomh/Yeari

2. Non-written disclosures (Rule 70.9)
Date of written disclosure referring to

Date of non-written disclosure non-written disclosure

Kind of non-writtendisclosure (daylmonrh/year) fdavlmonthlyearl

Form PCT/IPEA/409 (Box VI) (July 1998)

1800-125

1879

August 2001



1879 MANUALOF PATENT EXAMINING PROCEDURE

Form PCTfIPEAl409 (Box VII) (July 1998)

Internationalapplication No. .

INTERNATIONAL PRELIMINARY EXAMINATION REPORT
PCT/US99/15678

.

Vll. Certain defects in the international application .. .. . .

The following defects in the form or contents of the-international application have been noted: .

-

August 2001 1800-126
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International application No.

1879

INTERNATIONAL PRELIMINARY EXAMINAnON REPORT

vm. Certain observations on the international application

PCTIUS99/15678

The following observations on the clarity of the claims, description, and drawings or on the questions whether the claims
are fully supported by the description, are made;

Form PCT/IPEAl409 (Box vnn (July 1998)
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International application No.
INTERNATIONAL PRELIMINARY EXAMINATION REPORT 1 PCT/uS99/1S678

Supplemental Box
(To be used when the space in any of the preceding boxes is not sufficient)

Continuation of Certain Documents Cited

\

1, Certain published documents (Rule 70.10)

\

Application No Publication Date
Patent No. (daylmonth/year)

None None

Filing Date
(day/monthlyearJ

None

Priority date (valid claim) \
(day/monthlyearJ

None
2. Non-written disclosures (Rule70.9)

Kind of non~written disclosure
None

Date of non-written disclosure
(day/momhlyear)

None

Date of written disclosure referring to
non-written disclosure

(daylmonthlyear)
None

August 2001
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1879.01 Time Limit for Preparing
Report

PCTRule69.
Start ofand. Time Limit for

International Preliminary Examination

69.1.Start ofInternational Preliminary Examination

(a) Subject to paragrapbs (b) to (e), the International Prelim
inary Examining .. Authority shall start the .international prelimi
nary examination when it is in possession both of the,demand and
of either the international search report or a notice of the declara
tion by .the: International .. Searching Authority under Article
17(2)(a) that no international search report will be established.

(b) If the', competent International Preliminary -Examining
Authority is part of the same national Office or intergovernmental
organization as the competent International Searching Authority,
the international preliminary examination may, if the International
Preliminary Examining Authority so wishes and subject to para
graph (d), start at the same time as the international search.

(c) Where the statement concerning amendments contains
an indication that amendments underArticle 19 are to be taken
into account (Rule 53.9(a)(i)), the International Preliminary
Examining Authority shall not start the international preliminary
examination before it has received a copy Ofthe amendments con
cerned

(d) Where the statement concerning amendments contains
an indication that the start of the 'international preliminary exami
nation is to be postponed (Rule 53.9(b)), the International Prelim
inary Examining .Authority shall not "start the international
preliminary examination before

(i) it has received a copy of any amendments made under
Article 19,

(ii) it has received a notice from the applicant that he does
not wish tomake amendments under Article 19, or

(iii) the expiration of 20 months from the, priority date,
whichever occurs first.

(e) .where the statement concerning .amendments contains
an indication that amendments under' Article, 34 .are submitted
with the demand (Rule 53.9(c)) but no such ameudments are, in
fact, submitted, the International Preliminary Examining Author
ity shall not start the international preliminary examination before
it has received the amendments or before the time limit fixed .in
the invitation referred to in Rule 60.l(g) has expired, whichever
occurs first.

69.2.Time Limit for International Preliminary Examination
The time limit for establishing the international preliminary

examination report shall be:

(i) 28 months from the priority date,or
(ii) eight months' from the date of payment of the fees

referred to in Rules 57.1 and 58.I(a), or

(iii» eight months from the date of receipt by the Interna
tional' Preliminary Examining Authority of the translation, fur
nished under Rule 55.2, whichever expires last.

PCT Rule 69.2 was amended July I, 1998. The
time limit for preparing the international preliminary
examination report is 28 months from the priority
date, or 8 months from the'date of payment of the fees
referred to in PCT Rules 57.1 and 58.l(a), or 8
months from the date of receipt by the International
Preliminary Examining Authority of the translation
furnished under PCT Rule 55.2, whichever expires
first. This time limit is 27 months internally to ensure
sufficient time to process, review and mail the report
in snfficient time to reach the International Bureau by
28 months from the earliest priority date.

1879.02 Transmittal of the International
Preliminary Examination
Report

PCTArticle 36.
Transmitted, Translation, and Communication' of

the InternationalPreliminary Examination Report

(1) The international preliminary examination report,
together with the prescribed annexes, shall be transmitted to the
applicant and to the International Bureau.

*****
PCT Rule 71.

Transmittal of the International
Preliminary Examination Report'

Zl.LRecipients
The International Preliminary Examining Authority., shall", on

the same day, transmit one copy of the international preliminary
examination report and its, annexes, if any, .to the International
Bureau" and one copy .to the applicant.

71.2.Copies ofCited Documents

(a) The request uuder Article 36(4) may be presented any
timeduringseven years from the international filing date of the
international application to which the report relates.

(b) The International Preliminary Examining Authority may
require that the party (applicant or elected Office) presenting the
request pay to it the cost of preparing and mailing the copies. The
level of the cost of preparing copies shall be: provided for in the
agreements 'referred to in Article 32(2) between the International
Preliminary Examining' Authorities and the International Bureau:

(c) (Deleted]
(d) Any International Preliminary Examining Authority niay

perform, theobligations referred to in paragraphs (a) and (b)
through another agency responsible to it.

The international preliminary examination report is
transmitted.to the International Bureau using. a trans-
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mittal Form PCTIIPEAl416, Every effort is made to
ensure that the transmittal is effected insufficienttime
to reach the International Burean before the expiration
of the time limit set in PCT Rnle 69.2.

AUTHORIZED OFFICER

Form PCTIIPEAl416 must be.signed by a primary
examiner.

1879.03 Translations

PCTArticle 36.
Transmittal, Translation, and Communication

of.the.Iruernational Preliminary Examination Report

*****
(2)(a)The international preliminary examination report and

its annexes shall be translated into the prescribed languages.
(b) Any translation of the said report shallbe prepared by

or under the resl1~nsibility of~e International Bureau; whereas
any translation of the said annexes shall be prepared by the appli
cant.

*****
PCT Rule 72.

Translation of the Internationai
Preliminary Examination Report

72.I.Languages

(a) Any elected State may require that the international pre
linlinary eXaminati?n_repo~, established ,in any1aI1gUageother
than the 'official language, or one of the official languages, 'of its
national Office, be-translated intoEnglish.

(bjAny suchreqtiirementshall be notified tc' the Itlthna
tional Bureau, which shaH promptly f:mbllsti'itinthe Gazette.

72.2.Copy of Translation for the Appiicant
The.International .Bureau shaH transmit a copy of.the transla

tion referred _to inRule 72.1(a) of the international preliminary
examination report to the applicant-at the same time as, ttcommu
nicates such translation to the interested elected Office or Offices.

723.0bservations on the Translation
The applicant.may.make written observations on wbet.Jnhis

opinion, areerrors.of translation in the translation ofthe interna
tional preliminary examination report.and shall send a copy of any
such observations to each of the interested elected Offices and a
c()py to the International Bureau.

The international preliminary examinat!<Jn. report
and any annexes are established in Chinese, English,
French, German, Japanese, Russian or Spanish, if the
international application was filed in one of those lan-

guages, or in English if the international application
was filed in another language. Each elected State may
require that the report, if it is not in (one of) the offi
cial language(s) of its national Office, be translated
into English. In that case, the translation of the body
of the report is prepared by International Bureau,
which tr~slllits copies to the applicant and to each
interested elected Office. If any elected Office
reqnires a translation of annexes to the report, the
preparation and furnishing of that translation is the
responsibility of the applicant.

The U.S. requires.the final reportand the annexes
thereto to be in English. Translation of the annexes for
national stage purposes is required pursuantto 35
U.S.C. 371(c)(5) and 37 CFR 1.495(e). Failure to
tilllely provide such translation results in cancellation
of the annexes.

1879.04 Confidential Nature
of the Report

PCT Article 38.

Confidential Nature of the
International Preliminary Examination

(1), Neitherthe 'International'Bureau nor the International
Preliminary Examining Authority shall, unless requested or autho
rized by the applicant, allow 'access within the meaning,' and with
the proviso, of Article 30(4) to the file ofthe international prelim
inary examination by any person or authority at' any time, except
by the elected Offices once the international preliminary examina
tion report has been-established.

(2) Subject to the provisiorisof paragraph (1) and Articles
36(1) and (3) and 37(3)(b); neither the International Bnreau nor
the International Preliminary Examining Authority shall, unless
requested orauthorized by the appllcant. give information on the
issuance or non-issuance of an international preliminary examina
tion report arid 'on the withdrawal" or 'non-withdrawal of the
demand or of any election.

1880· Withdrawal of Demand or Election

PCT Article 37.

Withdrawal ofDemand or Election

August2001 1800-130



PATENT COOPERATION TREATY 1890

(4)(a) Subject to the provisions of snbparagraph (b), with
drawal of the demand. or of the" election of a"Contracting State
shall, unless the national law of that State provides otherwise, be
considered to be withdrawal of the international application as far
as that State is concerned.

(b) Withdrawal of the demand orof the election shall not
be considered to be withdrawal of the-international application if
such withdrawal is effected prior to the expiration of the applica
ble time limit under Article 22; however, any Contracting State
may provide in its national law that the aforesaid shall apply only
if its national Office has received, within, the said, time limit, a
copy of the international application, together with a translation
(as prescribed), and the national fee.

PCT Rule 90bis.

Withdrawals

*****

9obisA.Withdrawal of the Demand, or ofElections

(a) The applicant may withdraw the demand or any or all
elections at any time prior to the expiration of 30 months from the
priority date.

(b) Withdrawal shall be effective upon receipt of a notice
addressed by the applicant to the International Bureau..

(c) If the notice of withdrawal is submitted by the applicant
to the" International Preliminary Examining Authority, -that
Authority shall mark the date of receipt on the notice and transmit
it promptly to the International Bureau. The notice shall be con
sidered to have been submitted to the International Bureau on the
date marked.

*****

peTAdministrative Instruction Section (i06.

Cancellation ofElections

The International Preliminary Examining Authority shall, if the
election is in the demand,cancel ex officio the election of any
State which is not a designated State or which .is not bound by
Chapter II of the Treaty, shall,enclose that election within square:
brackets, shall draw a line between the square brackets _while still
leaving the election legible and shall enter, in the margin, the
words "CANCELLED EX OFFICIO BY !PEA" or their equiva
lent in the language of the demand, and shall notify the -applicant
accordingly.

Any withdrawal of the Demand or any election
must be sent to the International Bureau. Withdrawal,
if timely, is effective upon receipt by the International
Bureau.

1881 Receipt of Notice of Election by
the Patent and Trademark Office

PCT Rule 61.
Notification of the Demand and Elections

*****
6I.2.Notification to the Elected Offices

(a) The notification provided for in Article 31(7) shall be
effected by the International Bureau.

(b) The notification shall indicate the number and filing date
of the international application, the name of the applicant, the fil
ingdate of the-application whose priority is' claimed (where prior
ity is claimed), the date of receipt by the International Preliminary
Examining Authority of the demand, and - in the case of a later
election - the date of receipt of the notice effecting the later elec
tion. The latter date shall be the actual date of receipt by the Inter
national Bureau or,where applicable; the date referred to in Rule
56.1(t) or 60.2(b).

(c) The notification shall be sent to the elected Office
together with the communication provided. for in Article 20. Elec
tionseffected after such communication shall be notified
promptly after they have been made.

(d) Where the applicant makes an express request to an
elected Office under Article 40(2) before the communication pro
vided for in Article 20 has taken place, the International Bureau
shall, upon request of the applicant or the elected Office, promptly
effect that communication to that Office.

6I.3.Informationfor the Applicant
The International Bureau shall inform the applicant in writing

of the notification referred to in Rule 61.2 and of the elected
Offices notified under Article 31(7);

*****
All notices of election are received by thePCT

International Division from the International Bureau.
The PCT International Division prepares the appropri
ate records of the election and places the paper in stor
age with the communicated copy of the international
application until the national stage is entered.

1890 Receipt of Notice of Designation

After publication of the international application,
between about 18 and 19 months from the priority
date, the International Bureau notifies each national
Office thatit has been designated and at the same time
forwards to each designated Office a copy of the inter
national application, a copy of the search report
(an English translation is sent to the U.S. if the
search report was not in English), a copy of any
amendment under PCT Article 19, and a copy of any
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priority document (PCT Rule 47). Thus, the U.S. as a
designated Office first becomes aware of the fact of
its designation at about 18 to 19 months from the pri
ority date and may begin a national stage application
file from the papers forwarded by the International
Bureau. See PCT Rule 24.2(b). Contracting States
have the option of being notified of their designation
earlier. The U.S. did not choose to be notified earlier.

The national stage papers sent by the International
Bureau are received in the Designated/Elected Office
(DOIEO) Section of the International Division of the
USPTO. The papers are matched with applicant's sub
mission for entry into the national stage in the U,S.
and together make up the U.S. national stage applica
tion file. The DOIEO checks the national stage pap~rs

to be sure all necessary parts have been received. from
applicant and from the International Bureau. When
the application is complete, a notice of acceptance and
a filing receipt are mailed to applicant and the appli
cation is forwarded to the Office of Initial Patent
Examination to be scanned electronically before the
application is forwarded to the appropriate Technol
ogy Center.

1891 Receipt of Notice of Election and
Preliminary Examination Report

If the U.S. is elected in a Demand for preliminary
examination prior to 19 months from the priority date,
applicant may postpone the steps needed for entry
into the national stage from 2(jto 30 months from the
priority date. The USPTO will hold the national stage
papers sent by the International Bureau awaiting
applicant's submissions for entry into the national
stage. The. international application is examined and
the results (the international preliminary examination
report) are received by the USPTO for inclusion into
the national stage file. The examination report is com
municated to the elected Offices by the International
Bureau.

The notice of election is communicated to the
elected Office along with the peT Article 2() commu
nication or as soon thereafter as. the International
Bureau receives notice of the election. Election of a
Contracting State, of course, is not possible unless
that state was designated.

1893 National Stage (U.S. National
Application Filed Under
35 U.S.C. 371)

37CFR 1.9. Definitions.
(a)(l)A national application as used in this chapter means a '

u.s. application for patent which was either filed in the Office
under 35 U.S~c. 111,.or whichentered thenational stagefroman
international application aftercompliancewithSf U.S.C. 371.

(2). Aprovisional application as used in this chapter meansa
Ll.S. riational application-for patent filed in the' Office under
35 U.S.C. 111(b).

(3) A nonprovisional application as used in this chapter
meansa U.S. national application'for patent which was eitherfiled
in the Office under 35 U.S.C. l11(a), or wbicb entered the national
stage from an international<application after compliance with
35 U.S.C. 371.

*****
Thus, there are three types of U.S. national applica

tions: a national stage application under the PCT
(filed .under . 35 U.S.c. 371), a. regular domestic
national application filed under 35 U.S.C. 111(a), and
a provisional application filed under 35 U.S.c. 111(b).

An applicant who uses the Patent Cooperation
Treaty gains the benefit of

(A) a delay in. the time when papers must be sub
mitted to the national offices;

(B) an international search (to judge the level of
the relevant prior art) before having to. expend
resources for filing fees, translations and other costs;

(C) a delay in the expenditure of fees;

(0) additional time for research;

(E) additional timeto evaluate financial, market
ing, commercial and other considerations.

Thetime delay is, however, the benefit most often
recognized as primary. Ultimately, applicant might
choose to submit the national stage application. The
national stage is unique compared to a domestic
national application in that

(i\) it is submitted later (i.e., normally. 20 or
30 months or more from a claimed priority date as
compared to 12 months for a domestic application
claiming priority).

(B) the status of the prior art is generally known
before the national stage begins and this is not neces
sarily so in a domestic national application.
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(C) if the filing of an international application is
to be taken into account in determining the patentabil- .
ity or validity of any application for patent or granted
patent, then special provisions apply. See MPEP
§ 1895.01, subsection (E) and MPEP § 1896.

A "patent" under 35 U.S.C. 102(e)(2) refers to a
patent granted on an application filed in the U.S.
However, a patent issuing from an international appli
cation filed on or after November 29, 2000, which
entered the national stage under 35 U.S.C. 371 is not
considered to be filed in the U.S. for purposes of
35 U.S.C. 102(e)(2). Patents issuing in other countries
throughout the world are not prior art under 35 U.S.C.
102(e).

IDENTIFICATION OF THE NATIONAL STAGE
APPLICATION

Once the national stage application has been
accorded an application number (the two digit series
code followed by a six digit serial number), that num
ber as well as the international application number
should be used whenever papers or other communica
tions are directed to the USPTO regarding the national
stage application. The national stage application is
tracked through the Patent Application Locating and
Monitoring (PALM) system by the eight digit U.S.
application number. Therefore, processing is expe
dited if the U.S. application number is indicated. The
international application number is helpful for identi
fication purposes and can bensed to cross-check a
possibly erroneous U.S. application nnmber.Of
course, the international filing date and the national
stage entry date under 35 U.S.C. 371sh()u1d also be
provided. See 37 CFR 1.5(a).

1893.01 Commencement and Entry

35 U'SiC. 371. National stage: Commencement.

(a) Receipt from the International Bureau of copies of inter
national applications withanyamendments to the claims, interna
tional search reports, and international preliminary examination
reports including any annexes thereto may be required in the case
of international applications designating or electing the United
States.

(b) Subject to subsection (f) of this section, the national
stage shall commence with the expiration of the applicabletime
limit under article 22 (1) or (2), or under article 39 (I)(a) of the
treaty.

(c) The applicant shall file in the Patent and Trademark
Offlce c-.

(1) the national fee provided in section 41(a) of this title;

(2) a copy of the international application, unless not
required under subsection (a) ofthis,section or already communi
cated by the International Bureau, and a translation into the
English language of the international application, if it was filed in
another language;

(3) amendments, if any, to the claims in the international
application, made under article 19 of the treaty, unless such
amendments have been communicated to the Patent and Trade
mark Office by the International Bureau, and a translation into the
English language, if such amendments were made in another lan
guage;

(4) an oath or declaration of the inventor (or other person
authorized under chapter 11 ofthis title) complying with the
requirements of section 115 ofthis title and with regulations pre
scribed for oaths or declarations of applicants;

(5)·a translation into the English language of any annexes
to the international preliminary .examination report, if such
annexes were made in another language.

(d) The. requirement.with respect to the national fee referred
to, in subsection (c)(l), the translation referred to in subsection
(c)(2), and the oath or declaration referred to in subsection (c)(4)
of this. section shall be complied with by the date of the com
mencement of-the national stage or by such later time as may be
fixed by the Director. The copy of the international: application
referred to in snbsection(c)(2) shall be submitted by the date of
the commencement of the national stage. Failure to comply with
these requirements shall be regarded as abandonment of the appli
cation by the parties thereof, unless itbe shown to the satisfaction
of the Director that such failure to' comply was unavoidable. The
payment of a surcharge may be required as a condition of accept
ingthe national fee.referredto in subsection (c)(l) or the oath or
declaration referred toin subsection (c)(4) of this section if these
requirements are not met by the date of the commencement of the
national stage. The requirements of subsection (c)(3) of this sec
tion shall be complied with by the date of the commencement of
the national stage, and failure to do so shall be regarded as.acan
cellation of the. amendments' to the claims in the international
application madeunder article 19 of the treaty. The requirement of
subsection (c)(5) shall be complied with at such time as may be
fixed by the-Director and failure to do so shall be regarded as can
cellation of the amendments made under article 34 (2)(b) of the
treaty.

(e): Aftetaninternational 'application has entered the
national stage; 'no patent may be granted or refused thereon before
the expiration of-the applicable time limit under article 28 or arti
cle 41 of the treaty, except with the express consent of the appli
cant. The applicant may present amendments to the specification,
claims, and drawings of the application after the national stage has
commenced.

(f) At the express request of the applicant; the national stage
of processing may be commenced at any time at which the appli
cation is in order for such purpose and the applicable requirements
of subsection (c) ofthis section have been complied with.
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37CFR 1.491. National stage commencement and entry.
(a) Subject to 35 U.S.C. 371(1), the national stage shall com

mence with the expiration of the applicable time limit under peT
Article 22(1) or (2), or under PCT Article 39(1)(a).

(b) An international applicationenters the national stage
when the applicant has filed the documents and fees required by
35 U.S.C. 371(c) within the period set in § 1.494 or § 1.495.

Subject to 35 U.S.C. 371(f), commencement of the
national stage occurs upon expiration of the applica
ble time limit, as stated in 35 U.S.C. 371(b) and 37
CPR 1.491(a).

Entry into the national stage occurs upon comple
tion of certain acts, as stated in 37 CFR 1.491(b).

1893.01(a) Entry via the U.S.
Designated Office

37 CFR 1.494. Entering the national stage in the United
States ofAmerica as a Designated Office.

(a) Where the United States of America has 'not been elected
by the expiration of 19 months from the priority date (see
§ 1.495), the applicant must fulfill the requirements of PeT Arti
cle 22 and 35 U.S.C. 371 within the time periods set forth in para
graphs (b) and (c) of this section in order to prevent the
abandonment of the international application as. to .the United
States of America.. International applications for which those
requirements are timely fulfilled will enter the national stage and
obtain an examination as to the patentability of the. invention in
the-United States of America.

(b) To avoid abandonment of the application, the applicant
shall furnish to the United States Patent and Trademark Office not
later than the expiration of 20'months' from the priority date:

(1)" A copy' of the international application,' unless it has
been previously communicated by the' International Bureau or
unless it was originally -filed in the United States Patent and
Trademark Office; and

(2) The basic national fee (see § 1.492(a». The 20-month
time limit may not be extended.

(c) If applicant complies with paragraph (b) of this section
before expiration of 20 months from the priority date but 'omits:

(1) A translation of the international application, as filed,
into 'the English language, if it was originally filed inanother lan
gnage(35 U.S.C. 371(c)(2» and/or

(2) The oath or declaration of the inventor (35 U.S.C.
371(c)(4); see § 1.497), and adeclaration of inventorship in com
pliance with § 1.497, has notbeen.previously submitted-inthe
intemationalapplication under PCT Rule 4.17(iv) within the time

limits provided for in the PCT Rule 26ter.l,applic'ant will be so
notified and given a period of time within which to file the transla
tion and/oroath or declaration in order to preventabandonment of
the application. The payment of the processing fee set forthinf
1.492(f),is required for acceptance of an, English translation later
than the expiration,of 20 months after the priority date. The pay
ment of the surcharge set forth in § 1.492(e) is required for accep
tance of the.oath or, declaration of the inventor later than the

expiration of 20 months after the priority date. A "Sequence List
ing" need not be: translated if the "Sequence Listing" complies
with PCT Rule 12.1(d) and the description complies with PCT
RulOS.2(b).

(d), A copy of any amendments to 'the' claims made under
Per Article 19, and a translation of those amendments into
English, if they were made in another language, must be furnished
not later than theexpirationof20months from the priority date.
Amendments under PCT Article 19 which are not received by the
expiration of 20 months from the priority date will be considered
to be cancelled. The 20-moflth time limit may not be extended.

(e) Verification of the translation of the international appli
cation or any other document pertaining to an international appli
cation may be required where it is considered necessary, if the
international application or other document was filed in a lan
gnage other than English.

(1) The documents and fees submitted under paragraphs (b)
and (c) of this section must, except for a copy of the international
publication or translation of the international application that is
identified as provided in § 1.417, be clearly identified as a submis
sion to enter the national stage under 35 U.S;C.37L Otherwise;
the submission will be considered as being made under 35 U.S.c.
lll(a).

(g) An international application becomes, abandoned as to
the United States 20 months from the priority date-if the require
ments. of paragraph (b) of this section hav~ not been complied
with within 20 months from ~e priority date where the United
Stales has been designated but notelected by the expiration of 19
months from the priority date. If the requirements of paragraph (b)
of this section are complied with within 20 months from the prior
ity date but any required translation of the international applica
tion as filed and/or the oath or declaration are not, timely filed, an
international application will becom~ abandoned as to the United
States upon expiration of the time period set pursuant to paragraph
(c) of this section.

An international application designating the U.S.
will enter the national stage via the U.S. Designated
Office unless a Demand electing the U.S. is filed prior
to the expiration of 19 months from the priority date
whereupon entry will be via the U.S. Elected Office.
The procedure for entry via the U.S. Designated
Office is as prescribed in 37 CPR 1.494.

1893.01(a)(I) Submissions Required
by 20 Months from the
Priority Date

To begin entry into the national stage, applicant is
required to comply with 37 CFR 1.494(b) within
20 months from the priority date unless election of
the U.S. under Chapter II of. the PCT has been
made priorto 19 months from the priority date (see
MPEP § 1893.01(b). Thus, applicant must pay the
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basic national fee on or before 20 months from the
priority date and be snre that a copy of the interna
tional application has beenreceived by the U.S.pes
ignated Office prior to expiration of 20 months from
the priority date. The notice referred to in PCT Rnle
47.1(c) constitntes conclusive evidence of transmis
sion of the international application. Payment of the
basic national fee will indicate applicant's intention to
enter the national stage and will provide a U.S. corre
spondence addressin most instances.

Facsimile transmission is not acceptable for sub
mission of the basic national fee andlor the copy of
the international. application. See 37 CFR 1.6(d).
Likewise, the certificate of mailing procednres of
37 CFR 1.8 do not apply to the filing of the copy of
the international application and payment of the basic
national fee. See 37 CFR 1.8(a)(2)(i)(F).

Applicants cannot pay the basic national fee with a
surcharge after the 20 month deadline. Failnre to pay
the basic national fee within 20 months from the pri
ority date will result in abandonment of the applica
tion. The time for payment of the basic fee is not
extendable.

Similarly, the copy of the international application
is required to be provided within 20 months from the
priority date. A copyof the international applicati~n is
provided to the U.S. Designated Office by the Interna
tional Bnreau (the copyis ordinarily received shortly
after publication at about 18 months from the priority
date). The International Bureau also mails a confirma
tion (Form IB/308) to applicant upon which applicant
can rely that the copy has been provided, see PCT
Rule 47.I(c). The copy is-placed in a file to await
applicant's submission of the basic national fee and
other national stage requirements.

If the basic national fee has been paid by expiration
of 20 months from the priority date, but the required
oath, declaration or translation. has not been filed
within 20 months from the priority date, as appropri
ate, the Office will send applicant a notice and pro
vide a period of time to supply the deficiency as set
forth in 37 CFR 1.494(c). The time period usually set
is I month from the date of notification by the Office
or 21 months from the priority date, whichever is
later. This period may be extended pnrsuant to the
provisions of 37 <::FR 1.136(a). Thus, payment of the
basic national fee on or before 20 months from the
priority date will (I) cause the Office, after a check of

the national stage papers at 20 months, to mail a
notice identifying any deficiencies and affording
applicant a period for correction of those deficiencies,
and (2) as in national practice under 37 CFR 1.53,
enable applicants to extend the period of time under
37 CFR 1.136(a) for submission of a proper oath, dec
laration or translation. The international application
enters the national stage under 35 U.S.C. 371 and
37 CFR.1.491 when the last of the items indicated in
35 U.S.C. 371(c)is timely received by the office.

An international application becomes abandoned if
the copy of the international application or the filing
fee have not been received by the U.S. Designated
Office prior to expiration of 20 months from the prior
ity date, A notification of any missing requirements
pursuant to 37CFR 1.494(c) will only be mailed in
those instances where the applicant has paid the basic
national feewithin 20 months from the priority date.

The notice of missing requirements lists several
items Which 37 CFR 1.497(a) and (b) require and all
of those items will have to be satisfied before the oath
or declaration is' considered accepted. Similarly, the
translation must be a translation of the international
application. A translation of less than all of the inter
national application (e.g., untranslated words in the
drawings or translations of those untranslated words
in a different part of the document) or a translation
that includes modification, e.g., the insertion of head
ings, is unacceptable. "Sequence Listing" need not be
trarislated if the "Sequence Listing" complies with
PCT Rule IZ.I(d) and the description complies with
PCT Rule 5.2(b). See 37 CFR 1.494(c).

1893.01(a.)(2) Article 19 Amendment(Filed
With the International
Bureau)

The international application may be amended
under Article 19 after issuance of the search report.
The amendment is forwarded to the U.S. Designated
Office by the International Bureau for inclusion in the
U.S. national stage application. Article 19 amend
ments which were made in English will be entered by
substituting each page of amendment for the corre
sponding English language page of claims of the
international application. If the Article 19 amend
ments were made in a language other than English,
applicant mnst provide an English translation for the
U.S. national stage application. The English transla-
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tion of the arnendmenus) must be submitted by
20 mouths from the priority date, unless the U.S. was
elected by 19 months from the priority date in which
case the English translation must be filed by
30 months, or the amendment(s) will be considered to
be canceled, 35 U.S:C. 371(d). Where applicant elects
to requestearly processing of the national stage appli
cation under 35 U.S.C. 371(f), subsequently received
amendments made iu the international stage (and
English translations thereof) will not become part of
the U.S. national stage application file.If such amend
ments are desired, they should be offered under
37 CFR 1.121 as a preliminary amendment or a
responsive amendment under 37 CPR l.U1.

Applicants entering the national stage in the U.S.
are encouraged to submit an amendment in accor
dance with 37 CPR 1.121 rather than an English trans
lation of an Article 19 amendment. Sometimes \Vhen
an Article 19 amendment is translated into English, it
cannot be entered.That is, each page of an Article 19
anlendment must be entered by substituting a page of
amendment for the corresponding page of claims of
the internati0llal. application, After translation of a
page, the translated page may no longer correspond to
a page of we claims of the international application
such that the amendment is capable ofentry by substi
tuting the page of English translation (of the amend:
ment) for the corresponding page of claims of the
international application without leaving an inconsis
tency. Where applicant chooses to submit an English
translation of the Article 19. amendment, applicant
should check to be sure that the English translation
can.be entered by substituting the pages of.translation
for corresponding .pages of the claims of the interna
tional application without leaving an inconsistency. If
entry of the page of translation causes inconsistencies
in the claims of the international application the trans
lation will not be entered. For example, if the transla
tion of the originally filed. application has a page
which begins with claim 1 and ends with a first part of
claim 2 with the .remainder of claim 2 on the next
page then translation of the Article 19 amendment to
only claim 1 must include a substitute page or pages
beginning with the changes to claim 1 and ending
with the last of the exact same first part of claim 2.
This enables the original translated first page of
claimstobe replaced by the translation of the amend
ment without changing the subsequent unamended

pagers), Alternatively, applicant may submit a prelim"
inary amendment in accordance with 37 CFR 1.121.

1893.01(b) Entry via the U.S.
Elected Office

37 CFR 1.495. Entering the national stage in the United
States ofAmerica as an ElectedOffice.

(a) Where the United States of America has been elected by
the expiration of 19 months fromthepriority date, the applicant
must fulfill the requirements of 35U.S.C.371 within the time
periods set forth in paragraphs (b) and (c)"of this section in' order
to prevent the abandonment of the international, application as to
the United States ofAmerica International applications for which
those cfX}uirements are timely fulfilled will enter the national stage
and obtain an examination as to the patentability of the invention
in the United States of America.

(b) To avoid abandonment of the' application, the applicant
shall furnish to the United States Patent and Trademark Office not
later, than the expiration of 30 months from the priority date:

(1) A copy of the international application, unless it has
be~F previously communicated by PIe ,International Bureau or
unless it was originally filed in, the United States Patent and
Tradeinark Office; and

(2) The basic national fee (see·§ 1.492(a)). The 3D-month
time limit may not be extended.

(c) If applicant complies with paragraph (b) of this section
before expiration of 30 months from the priority date but omits:

(1) A translation of theinternational application, as filed,
into the,English Ianguage.if it \Vas originally filed in another lan
guage (35 U.S.C. 371(c)(2» and/or

(2) The oath or declaration of the inventor (35 U.S.C.
371(c)(4); see § 1.497), and a declaration of luventorship in com
pliance' with § 1.497 has not been" previously submitted in the
international.application under PCTRule 4.17(iv) within the time

Ilmits provided for in PCT Rule 26'a.l,appllcant will be so noti
fied and given a period of time within which to tile the translation
and/or oath or declaration in order to 'prevent abandonment of the
application. The payment of the processing fee~et f?rth in §
1.492(f) is required for acceptance of an English translation later
than the expiration of 30 months 'after the priority date. The pay
ment of.the surcharge set forth in§ ,1.492(e) is required for accep
tance of-the, oath or declaration of the inventor later than the
expiration of 30 months after the priority date. A "Sequence List
ing" need not be translated If the "Sequence Listing" complies
withPCT Rule 12.I(d) and the description compiles with PCT
Rule 5.2(b).

A "SequenceListing" need not be 'translated if the "Sequence
Listing" complies with PCT Rule 12.I(d) and the .description
complieswith PflT Rule 5.2(b).

(d) A ~opy of anyamendm:ents to the claims made under
Per ~cle. 19" ,an~, ,a ,translation. of, th~se amendments, into
English, if they were made in another language, must be furnished
not later thantheexpiration of 30 months from the priority date.
Amendments under PCT Article. 19'which are notreceivedby the
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expiration of 30 months from the priority date will be considered
to be cancelled. The 30-month time limit may notbeextended.

(e) A translation into English of any annexes to the .intema
tional preliminary examination report, if the annexes were made
in another language, must be furnished not later than the'expira
tion of 30 months 'from the' priority date. Translations of the
annexes which eire hot received by the expiration of 30 months
from thepriority datemaybe submitted within any period set pur
suant to paragraph (c) of this section accompanied by theprocess
ing fee set forth in § 1.492(f). Annexes for which translations are
not timely received will be, considered cancelled. The 3D-month
time limit may not be extended.

(f) Verification of the translation of the international appli
cation or any otherdocumentpertaining to an international appli
cation may be required where it is considered necessary, if 'the
international application or,other'document' was "filed in a Ian
guage otherthanEnglish.

(g) The documents submitted under paragraphs (b) and (c)
of this section must be clearly identified as a submission to enter
the national stage under 35 U.S.C. 371, otherwisethe submission
will be consideredas being madeunder 35 U.S.c. 111.

(h) An, international application becomes abandoned as to
the United States 30 months from the priority date if th~,re~uire

ments of paragraph (b) of this section have not been complied
with within30 months frontthepriority dateandtheUnitedStates
has been elected by the expiration of 19 months fromthe priority
date.If the requirements ofparagraph (b)of this,section arecom
plied with within, 30 months from the priority date but any
required translation of the international application as filed and/or
the oathor declaration arenot timely filed, an international appli
cation will become abandoned as to the United states upon expi
ration of the time period set pursuant to paragraph (c) of this
section.

An international application designating the U.S.
will enter the national stage via the U.S. Elected
Office if a Demand electing the U.S. is filed prior to
the expiration of 19 months from the priority date.
The procedure for entry via the U.S. Elected Office is
as prescribed in 37 CFR 1.495.

1893.01(b)(1) Submissions Required
by 30 Months from
the Priority Date

To begin entry into the national stage, where elec
tion of the U.S. under Chapter 11 of the PCT has been
made prior to 19 months from the priority date, appli
cant is required to comply with 37 CFR 1.495(b)
within 30 months from the priority date. Thus, appli
cant must pay the basic national fee on or before
30 months from the priority date and be sure that a
copy of the international application has been
received by the U.S. Designated Office prior to expi-

ration of 30 months from the priority date. The notice
referred to in PCT Rule 47.1(c) constitutes conclusive
evidence of transmission of the international applica
tion. Payment of the basic national fee will indicate
applicant's intention to enter the national stage and
will provide a U.S. correspondence address in most
instances.

Facsimile transmission is not acceptable for sub
mission of the basic national fee and/or the copy of
the international application. See 37CFR 1.6(d).
Likewise, the certificate of mailing procedures of
37 CFR 1.8 do not apply to the filing of the copy of
the international application and payment of the basic
national fee. See 37 CFR 1.8(a)(2)(i)(F).

Applicants cannot pay the basic national fee with a
surcharge after the 30 months deadline. Failure to pay
the basic national fee within 30 months from the pri
ority date will result in abandonment of the applica
tion. The time for payment of the basic fee is not
extendable.

Similarly, the copy of the international application
is required to be provided within 30 months from the
priority date. A copy of the international application is
provided to the U.S. Designated Office by the Interna
tional Bureau (the copy is ordinarily received shortly
after publication at about 18 months from the priority
date). The International Bureau also mails a confirma
tion (Form IE/308) to applicant upon which applicant
can rely that the copy has been provided. See PCT
Rule 47.1(c). The copy is placed in a file to await
applicant's submission of the basic national fee and
other national stage requirements.

If the basic national fee has been paid by expira
tion of 30 months from the priority date but the
required oath, declaration, or translation has not been
filed within 30 months from the priority date, as
appropriate, the Office will send applicant a notice
and provide a period of time to supply the deficiency
as set forth in 37 CFR 1.495(c). The time period usu
ally set is 1 month from the date of the notification by
the Office or 31 months from the priority date, which
ever is later. This period may be extended pursuant to
the provisions of 37 CFR 1.136(a). Thus, payment of
the basic national fee on or before 30 months from the
priority date will (1) cause the Office, after a check
of the national stage papers at 30 montbs, to mail
a notice identifying any deficiencies and affording
applicant a period for correction of those deficiencies,
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and (2) as in national practice under 37 CPR 153,
enable applicants to extend the period of time.
under 37CFR 1.I36(a) for submission of a proper
oath, declaration, or translation. The international
application enters the national stage under 35 U.S.C.
371 when the last of the items indicated in 35 U.S.c.
37l(c) and 37 CPR 1.491 is timely received by the
office.

An international application becomes abandoned if
the copy of the international application Or the basic
national fee has not been received by the U.S. Desig
nated Office priorto expiration of 30 months from the
priority date. A notification of any missing require
ments pursuant to 37 CPR 1.495 will only be mailed
in those instances where the applicant has paid the
basic national fee within 30 months from the priority
date.

The notice of missing requirements lists several
items which 37 CPR 1.497(a) and (b) require and all
of those items will have to be satisfied before the oath
or declaration is considered accepted. Similarly, the
translation must be a translation of the international
application. ,\translation of less than all of the inter
national application (e.g., untranslated words in the
drawings or translations of thoseuntranslatedwords
in a different part of thedocnment) or a translation
that includes modifications, e.g., the insertion of
headings, is unacceptable. "Sequeuce Listing" need
not be trauslated if the "Sequence Listing" complies
with PCT Rule l2.l(d) and the description complies
with PCT Rule 5.2(b). See 37 CFR 1.495(c).

1893.01(b)(2)ArticIe 19 and Article 34
Amendments (Filed with the
International Preliminary
Examining Authority)

Paragraph. (d) of 37 CPR 1.495 states that if an
Article 19 amendment is not received before expira
tion of 30 months from the priority date, it.is consid
ered to be canceled. Nevertheless, applicant may
submit a preliminary amendmentin accordance with
37 CFR 1.121 adding the substance of the Article 19
amendment to the national stage application. In some
instances, entry. of the subject matter via an amend"
ment under 37 CFR 1.121 may be preferable to entry
via Atticle 19. For example, where the Article 19
amendment was hot filed in English the amendment

would have to be translated into English in order that
it be submitted for entry into the national stage. The
translation must be submitted before expiration of
30 months from the priority date and the substitute
pages must be capable of insertion into the text of the
international application. Thus, where an Article 19
amendment was made in the international stage the
same amendment may be 'entered for the national
stage either in accordance with 35 U.S.C. 37l(c)(3) or
the amendments may be added via a preliminary
amendment in accordance with 37 CFR 1.121.

TRANSLATION OF AN ANNEX TO THE IN
TERNATIONAL PRELIMINARY EXAMINA
TIONREPORT

The translation of an Annex to the international
preliminary examination report must be submitted so
that the translation of the originally filed application
can be changed by replacing the originally filed appli
cation page(s) (of translationjwith substitute page(s)
of translation of the annex. Where applicant chooses
to submit an English translation of the annex, appli
cant should check to be sure that the English transla
tion can be entered by substituting the pages of
translation for corresponding pagesof the claims of
the international application without leaving an incon
sistency. If entry of the page of translation causes
inconsistencies in the specification or claims of the
international. applicati0Il the translation will not be
entered. For example, if the translation of the origi
nally filed application has a page which begins with
claim r and ends. with a first part of claim 2 with the
remainder of claim 2 on the next page then translation
of the annex to only claim 1 must include a substitute
page or pages beginning with the changes to claim 1
and ending with thelast of the exactsame first part of
claim 2. This enables the original translated first page
of claims to be replaced by the translation of the
annex without changing the subsequent unamended
page(s). Alternatively applicant may submit a prelimi
nary amendment in accordance with 37 CFR 1.121.

1893.01(c) Fees

Because the national stage fees are subject to
change, applicants and examiners should always con
sult the Official Gazette for the current fee listing,

Applicants are cautioned that national stage fees are
specifically provided for in 37CFR 1.492 and autho-
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rizations to charge fees under 37 CPR 1.16 do not
constitute a specific authorization to charge national
stage fees.

1893.01(d) Translation

Applicants entering the national stage in the U.S.
are required to file a translation of the international
application (if the international application was filed
in another language). 35 U.S.C. 37l(c)(2). A
"Sequence Listing" need not be translated if the
"Sequence Listing" complies with peT Rule l2.l(d)
and the description complies with PCT Rule 5.2(b).
See 37 CPR 1,495(c). The translation must be a trans
lation of the international application as filed with any
changes which have been properly accepted under
PCT Rule 26 or any rectifications which have been
properly accepted under PCT Rille 91. Amendments,
even those considered to be ntinor or to not include
new matter, may not be incorporated into the transla
tion. If an amendment to the international application
as filed is desired for the national stage, it may be sub
ntitted in accordance with 37 CPR 1.121. An amend
ment filed under 37 CPR 1.121 should be subntitted
within 1 month after completion of the 35 U.S.c.
37l(c) requirements and entry into the national stage.
See 37 CPR 1.496(a). If applicant has timely paid the
basic national fee but the translation is missing or is
defective, a notice of Missing Requirements will be
sent to applicant setting a period to correct any miss
ing or defective requirements. The time period is
21 months or 31 months from the priority date, as
appropriate, or 1 month from the date of the notice,
whichever expires later. The time period is subject to
the provisions of 37 CPR1.136(a).

1893.01(e) OathIDeclaration

37 CFR 1.497. Oath or declaration under 35 U.S.c.
371(c)(4).

(a) When an applicant of an international application desires
to enter the national stage under 35 U.S.C. 371 pursuant to
§§ 1.494 or 1.495, and a declaration in compliance with this sec
tion has not been previously submitted in the international appli
cation under peT Rule 4.l7(iv) within the time limits provided

for in peT Rule 26ter.l, he or she must file an oath or declaration
that:

(1) Is executed in accordance with either §§ 1.66 or 1.68;

(2) Identifies 'the specification to which it is directed;

(3) Identifies each inventor and the country of citizenship
of each inventor; and

(4) States that the person making the oath or declaration
believes the named inventor or inventors to. be the original and
first inventor or inventors of the subject matter which is claimed
and for which a patent is sought.

(b)(I) The oath or declaration must be made by all of the
actual inventors except as provided for in §§ 1.42, 1.43 or 1.47.

(2) If the person 'making the oath or declaration or any
supplemental oath or declaration is not the inventor (§§ 1.42, 1.43,
or §1.47), the oath or declaration shall state the relationship of the
person to the inventor, and,upon information and belief, the facts
which the inventor.would have been required to state. If the per
son signing the oath or declaration is the legal representative of a
deceased inventor, the oath or declaration shall also state that the
person is a legal representative and the citizenship, residence and
mailing address of the legal representative.

(c) Subject to paragraph (f) of this 'section, if the oath or
declaration meets the requirements of paragraphs (a) and (b) of
this section, the oath or declaration will be accepted as.complying
with 35 U.S.C. 371(c)(4) and §§ 1.494(c) or 1.495(c). However, if
the oath or declaration does not also meet the requirements of
§' 1.63, a supplemental oath or declaration in compliance with
§ 1.63 or an application data sheet will be required in accordance
with § 1.67.

(d) If the oath or declaration flled pursuant to 35 U.S.c.
371(c)(4) and this, section names 'an inventive entity different from
the inventive entity set forth in the international application, 'or a
change to the inventive entity has been effected under PCT Rule

92bis subsequent to the execution' of any' declaration which was
filed under PCT Rule 4. 17(iv), the oath or declaration must be
accompanied by;

(l) A statement from each person being added as an
inventor and from each person being deleted as an inventor that
any error in inventorship in the international application occurred
without deceptive intention on his or her part;

(2) The processing fee set forth in § 1.17(i): and

(3) Ifan assignment has been executed by any of the orig
inal named inventors, the written consent of the assignee (see §
3.73(b) of this chapter).

(e) The Office may require such other information as may be
deemed appropriate under the particular circumstances surround
ing the correction of inventorship.

(f) A new oath or declaration in accordance with this section
must be filed to satisfy 35 U.S.c. 371(c)(4) if the declaration was
filed under PCT Rule 4.17(iv), and:

(1) There was a change in the international filing date
pursuant to PeT Rule 20.2 after the declaration was executed; or

(2) A' change in the inventive entity was' effected under

PCTRule 92bis after the declarationwas executed.

(g) If a priority claim has been corrected or added pursuant

to PCT Rule 26bis during the international stage after the declara
tion of inventorship was executed in the international application
under PST Rule 4.17(iv), applicant will be required to submit
either a new oath or declaration or an application data sheet as set
forth in § 1.76 correctly identifying the application upon which
priority is claimed.
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Applicants entering the national stage in the U.S.
are required to file an oath or declaration of the inven
tor in accordance with 37 CPR 1.497(a) and (b). If the
basic national fee has been paid by the expiration of
20 or 30 months from the priority date as appropriate,
but the required oath or declaration has not been filed,
the Office will send applicant a notice of Missing
Requirements setting a time period to correct any
missing or defective requirements. The time period is
21 months or 31 months from the priority date, as
appropriate, or 1 month from the date of the notice,
whichever expires later. The time period is subject to
the provisions of 37 CPR 1.136(a). The oath or decla
ration must comply with the requirements of
35 U.S.C. 115 and with the regulations prescribed for
oaths and declarations. See especially 37 CPR
1.497(a) and (b). Purther, pursuant to 37 CPR
1.497(c), to avoid the need to submit a supplemental
oath or declaration, the oath or declaration must com
ply with 37 CPR 1.63.

If an inventor refuses to execute the oath or declara
tion or is unavailable, applicant must file an oath or
declaration and a petition in accordance with 37 CPR
1.47. Similarly, where an inventor is deceased or
legally incapacitated, an oath or declaration in accor
dance with the provisions of 37 CPR 1.42 or 1.43
must be provided. To avoid abandonment the oath or
declaration and petition (under 37 CPR 1.42, 1.43
and/or 1.47, as appropriate) must be filed either
before expiration of 20 or 30 months from the priority
date, as appropriate, or, where a notification of defi
ciency of the oath/declaration has been mailed, within
the time for reply to that notification.

The Office no longer requires proof of authority of
the legal representative of a deceased or legally inca
pacitated inventor. See MPEP § 409.01(b).

1893.02 Abandonment

If the requirements of 35 U.S.C. 371(c) are not
complied with by the time period set in 37 CPR
1.494(b) and (c) or 37 CPR 1.495(b) and (c), as appro
priate, the application is considered to be abandoned,
see 37 CPR 1.494(g) and 37 CFR 1.495(h).

Examinersandapplicants should be aware that
sometimes papersfiled for the national stage are defi
cient and abandonment results. Por example, if the fee
submitted does not include at least the amount of the

basic national fee that is due, the application becomes
abandoned.

Applicant may file a petition to revive an aban
doned application in accordance with .the provisions
of37 CPR 1.137. See MPEP § 711.03(c).

1893.03 Prosecution of U.S. National
Stage Applications Before
the Examiner

37 CFR 1.496. Examination of international applications
in the national stage.

(a) Intemational applications which have compliedwith the
requirements of35 U.S.C. 371(c) will betaken up for action based
on the date on which such requirements were met. However,
unlessanexpressrequest forearlyprocessing hasbeenfiled under
35 U.S.C. 371(f), noaction maybe taken prior to one month after
entry into the national stage.

(b) A national stage application filed under 35 U.S.C. 371
may have .paid therein the basic national fee as set forth in
§ 1.492(a)(4)if it contains, oris amended to contain,at the time of
entry into the national stage, only claims which have been indi
catedin an international preliminary examination report prepared
by theUnitedStates Patent andTrademark Officeas satisfying the
criteria of PCT Article 33(1)-(4) as to novelty. inventive step and
industrial applicability. Such national stage applications in which
the basic national fee as set forth in § 1.492(a)(4) bas been paid
maybe amended subsequent to the dateof entry into the national
stage only to'the exte.nt, necessary to eliminate objections as to
form orto cancel rejected claims. Suchnational stageapplications
in which the basic national fee as set forth in § 1.492(a)(4) bas
beenpaidwill betaken tipoutof order.

An international application which enters the
national stage will be forwarded to the appropriate
Technology Center (TC) for examination in tum
based on the 35 U.S.c. 371(c) date of the application.
As set forth in 37 CPR 1.496(b), if an application
includes only claims which have been indicated in an
!PER prepared by the USPTO to satisfy the criteria of
PCT Article 33(1)-(4), the application qualifies for the
reduced basic national fee set forth in 37 CPR
1.492(a)(4). Applications in which the.reduced basic
national fee has. been paid will be taken up out of
order by the examiner. See MPEP § 708 fora discus
sion of the order of examination of applications by
examiners.

Once the national stage application has been taken
up by the examiner, prosecution proceeds in the same
manner as for a domestic application with the excep
tions that:
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(A) the international filing date is the date to keep
in mind when searching the prior art; and

(B) unity of invention proceeds as under 37 CFR
1.475.

1893.03(a) How To Identify That an
Application Is a U.S.
National Stage Application

Applicant's initially deposited application must
indicate that treatment as a national stage application
(filed under 35 U.S.C. 371) is requested (see 37 CPR
1.494(f) and 37 CFR 1.495(g)). Otherwise, the appli
cation will be treated as an application filed under
35 U.S.C. III (a).

That is, if applicant wishes the application to be
filed under 35 U.S.C. lll(a), applicant's originally
filed application papers need indicate simply that the
papers are for a new U.S. patent application. If, how
ever, applicant is filing papers for entry into the
national stage of a PCT application, or to establish an
effective date for provisional rights resulting from the
filing of a PCT application under 35 U.S.C. 154(d),
applicant must so state. See 37 CFR 1.417, 1.494(f)
and 1.495(g). If the applicant's papers are not clearly
identified as "a submission pursuant to 35 U.S.C.
154(d)(4)" or "a submission to enter the national stage
under 35 U.S.C. 371," the submission will be consid
ered as being made under 35 U.S.C. lll(a). As pro
vided in 37 CFR 1.494(f) and 1.495(g), a copy of the
international publication andlor a translation of the
international application identified as provided in
37 CFR 1.417 can be used to fulfill the 35 U.S.c.
371(c)(2) requirements. Examination of the originally
filed application papers occurs in either the Office of
Initial Patent Examination or in the National Stage
Processing Division of the Office of PCT Operations
where it is determined whether applicant has asked
that the papers be treated as a national stage filing
under 35 U.S.C. 371. If the application is accepted for
entry into the national stage, the National Stage Pro
cessing Division will fill out and mail Form PCT/DOI
EOl903 indicating acceptance of the application as a
national stage filing under 35 U.S.c. 371 and will
stamp the face of the file with an indication that the
application is filed under 35 U.S.C. 371. Accordingly,
the three key indicators which reflect that an applica
tion is filed under 35 U.S.C. 371 are;

(A) The file face indication of a filing under
35 UB.C. 371;

(B) The Form PCTIDO/EOl903 indicating accep
tance of the application as a national stage filing
under 35 U.S.C. 371; and

(C) Applicant's statement (or the equivalent) in
the originally filed application papers that the applica
tion is a national stage filing under 35 U.S.C. 371.
Applicants who use transmittal Form PCTIDO/EOI
1390 will satisfy the requirement for such a statement
since the form includes an indication that the applica
tion is a national stage filing under 35 U.S.c. 371.

Initially, the examiner should inspect the face of the
file wrapper andlor the PALM bib-data sheet for an
indication that it is filed under 35 U.S.C. 371 and
should also check the application papers for the pres
ence of Form PCTIDO/EOI903. If neither of these
indications are present the application may, in the
absence of evidence to the contrary (there is an indi
cation in the originally filed application papers that
processing as a national stage is desired), be treated as
a filing under 35 U.S.C. 1l1(a). Thus, if both indica
tions are present, the application should be treated as a
filing under 35 U.S.C. 371. If the face of the file
wrapper does not indicate a filing under 35 U.S.C.
371, but a properly completed Form PCTIDO/EOl903
is in the file, the examiner should complete the face of
the file by adding "filed under 35 U.S.C. 371" in the
upper left margin thereof. The examiner should initial
and date this change. If the file wrapper does not
include a properly completed Form PCTIDO/EOl903
but the face of the file indicates a filing under
35 U.S.C. 371, the application should be returned to
the National Stage Processing Division of the Office
of PCT Operations for certification that the applica
tion has been accepted for the national stage.

In accordance with the notice at 1077 O.a. 13 (14
April 1987), if the applicant files a U.S. national
application and clearly identifies in the accompanying
oath or declaration the specification to which it is
directed by referring to a particular international
application. by PCT Application Number and Interna
tional Filing Date and that he or she is executing the
declaration as, and seeking a U.S. Patent as, the
inventor of the invention described in the identified
international application, then the application will be
accepted as filed under 35 U.S.C. 371. Merely claim
ing priority of an international (PCT) application in an
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oath or declaration will not serve to indicate a filing
under 35 U.S.C. 371. Also, if there are any conflicting
instructions as to whether the filing is under 35 U.S.C.

111(a) or 35 U.S.CO 371, the application will be
accepted as filed under 35 U.S.C. 111(a).
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APPUCANT

Ted R. Wilson et al.

**CONTINUING DOMESTIC DATA*~*********************

VERIFIED
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. VERIFIED THIS APPLN IS A 371 OF PCT/EP99/XXXXX
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04/09/1999
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04/10/1998
APPLICATIONS***********************
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!
**FOREIGN
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II

IIi'

'orelgn pncruy clelmed 0 yes 0 no
5 USC 119 (a-d) conditions met 0 yes 0 no O Met after Allowance

Verified and acknowledged

Examiner's Nattie Initials

ADDRESS

fLE

FlLINGFEE
RECEIVED

FEES: Authority has been given in Paper
No. tocharge/credit DEI'OSIT ACCOUNT
NO. for the following:

o All Fees
01.16 Fees (Filing)
o 1.17 Fees(Processing Ext. of Time)
o 1.18 Fees (Issue)
o Other
OCredi'---
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cornlTiiSs~far Patents, BOll PeT
U,.lCed'S_ PaWltend Tr"""'" On1ce

W~InglDn.·D.C. 20231--I \,l.S.APn.!CA'TlOl'fNO I 1 F\UTNo\JolWAI'PUCAl'lT I oI.Tn'.DOCICIlTHO. I
091 XXXXXX

JOHN SMITH
212 MAIN STREET
ANYTOWN, PA 12345

Ted Wilson et at 1234-PCT
I lKT1IlI.NA'nONAL~'nONMO. I

PCTIEP99/XXXXX

I l.A.I'ILINODA'T1I I PtiORm'DATE I
09 APR 99

O"'TE MAnZO:

10APR98

04 APR 01

NOTIFICATION OF ACCEPI'ANCE OF APPLICATION UNDER 3S U.S.C. 371
AND 37 CFR 1.494 OR 1:495

1. The applicant is hereby advised that the United States Patent and Trademark Office in its capacity as 0 a

Designated Office (37 eFR 1.494). [!] an Elected Office (37 CPR 1.495), has determined tlult tbc.above-identified

international applicatioD bas met the requirements of 35 U.S.C. 371, and is ACCEP1'Eb for national paten!llbility
examination in the United States Patent and Trademark Office.

2. The United States Application Number assigned to the application is shown above and the relcvam: dates arc:

02 APR 2001

DATE OF RECEIPT OF
35 U.S.C. 371(c)(l). (c)(2) and (c)(4) REQUIREMENTS

02APR20Q1

DATE OF RECEIPT OF ALL
3S U.S.C. 371 REQUIREMENTS

August 2001

A Filing Receipt (PTQ-I03X) will be issued fer the present application in due course. THE DATE APPEARING
ON THE FILING RECEIPT AS THE "F'ILING DATE" IS THE DATE ON WBICB THE LAST OF THE 35
U.S.C. 371 REQUIREMENTS BAS BEEN RECEIVED IN THE OFFICE. THIS DATE IS SHOWN ABOVE.
T1t~filing dale of1M oDoW!-idenr(liaI applicarion is Ih~ inll'morionalfiling dor~o/IM inI~mariono/opplicadon
(Arock 11(3) and 35 U.S. C 3(3). Once the i,=iling Receipt has been received, send all correspondence to the Group
Art Unil designated thereon.

3. C A requesl for immediaIe examinatioo under 35 U.S.C. 371(0 was received on and me

application will be examined in turn.

4. lbe following items have been received:
~ U.S. Basic National Fee.
~ Copy of the international applicatioD.
o Tnmlation of the international applicatio,n inlO English.

[!] Oath o~Declarationof-in~rs(s).o Copy of Article .19 ameodments. 0 Translation of Article --19 amendmentS into English.
The Article 19 amendments 0 have 0 not been entered.

rKl The lntemational Preliminary Examination Report in English and its ,~es, if an,Y,'
~ Copy of the Annexes to the: International Preliminary Examination Report (IPER).

D Translation of Annexes 10 the IPER into English.

The Annexes~ have 0 not been entered.
l!l Preliminary amendment(s) filed 06 OCT 2000 and :=-__
[B information Disclosure Statement(s) flled 28 DEC 2000 and _

o Assignment document.o Power of Anomey and/or Cbangeof Address.o Substitute specification filed .

o Indication of Small Entity Status.

~ Priority Document.
)(. Copy of the International Search Report [!J and copies of the references cited therein.

Other:
~

Applicant is'renii.odC:dthat any commumcauon to the United States Patent and Trademark Office must be mailed to
the address given ill the heading and include the u.s. applicauon no. shown above (37 CFR 1.5).

Charles Pearson

Telephone: 703.305.3659
FORM PCTIDO/EO/903 (March 2001)

1800-144



PATENT COOPERATION TREATY 1893.03(c)

1893.03(b) The Filing Date of a
U.S. National Stage
Application

An international application designating the U.S.
has two stages (international and national) with the
filing date being the same in both stages. Often the
date of entry into the national stage is confused with
the filing date. It should be borne in mind that the fil
ing date of the international stage application is also
the filing date for the national stage application. Spe
cifically, 35 U.S.C. 363 provides that

An international application designating the United
States shall have the effect, from its international filing
date under Article 11 of the treaty, of a national applica
tion for patent regularly filed in the Patent andTrademark
Office except as otherwise provided in section l02(e) of
this title.

Similarly, PCT Article II (3) provides that

...an international filing dateshallhave the effect of a
regular national application in each designatedStateas of
the international filing date, which date shall be consid
eredto be the actualfiling date in each designated State.

37 CPR 1.496(a), first sentence, reads "Interna
tional applications which have complied with the
requirements of 35 U.S.C. 371(c) will be taken up for
action based on the date on which such requirements
were met." Thus, when the file wrapper label or
PALM bib-data sheet is printed, the information is
read from the PALM data base and the information
printed in the filing date box is the date of entry into
the national stage rather than the actual international
filing date. See in the preceding section the sample
National Stage Filing Under 35 U.S.c. 371 wherein
the face of the file of national stage application num
ber 07/XXX,XXX is shown with the date of entry into
the national stage (11/08/91) shown in the FILING
DATE box and the true U.S. filing date (01110/90) is
indicated just to the right of the international applica
tion number (PCTIEP90/xXXXX) in the CONTINU
ING DATA block.

Applicants are quite often confused as to the true
filing date and will ask for corrected filing receipts
thinking that the information thereon is wrong. This
explanation should offer some clarity. For all legal
purposes, the filing date is the PCT international filing
date. The date of actual entry into the national stage is

otherwise the date provided in the PALM system. Any
issued patent will have all of the relevant dates listed.

1893.03(c) The Priority Date.Prlorlty
Claim, and Priority Papers
for a U.S. National Stage
Application

A U.S. national stage application (filed under
35 U.S.C. 371) may include a claim under 35 U.S.C.
119(a) and 365(b), 35 U.S.C. 119(e), or 35 U.S.C. 120
and 365(c) for benefit of the filing date of a prior
application or applications.

PRIORITY CLAIM UNDER 35 U.S.C. 119(a)

A national stage application which includes a prior
ity claim under 35 U.S.C. 119(a) and 365(b) must
refer to a priority application, the priority of which
was also claimed in the international application. If
the 35 U.S.C. 119(a) and 35 U.S.C. 365(b) priority
claim is to an application, the priority of which was
properly claimed in the international application, the
claim for priority is acknowledged and the national
stage application file is checked to see if the file con
tains a copy of the certified copy of the priority docu
ment submitted to the International Bureau.

If the 35 U.S.c. 119(a) and 365(b) priority claim in
the national stage application is to an application, the
priority of which was not claimed in the international
application, the claim for priority must be denied for
failing to meet the requirements of the Patent Cooper
ation Treaty, specifically PCT Rule 4.10.

For a comparison with 35 U.S.C. 119(a)-(d) priority
claims in a national application filed under 35 U.S.C.
111(a) see MPEP § 1895.oI.

THE CERTIFIED COPY

The requirement in PCT Rule 17 for a certified
copy of the foreign priority application is normally
fulfilled by applicant providing a certified copy to the
Receiving Office or to the International Bureau within
16 months from the priority date. Subsequently, the
International Bureau forwards a photocopy of the cer
tified priority document when it forwards a copy
of the international application (shortly after publica
tion at 18 months from the priority date) to each Des
ignated Office. The copy from the International
Bureau is placed in the U.S. national stage file. The
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International Bureau stamps the face of the photocopy
of the certified priority document with an indication
that the certified priority document was received at
the International Bureau, Thestamped copy of the pri
ority document sent to the V;S. Office of PCT Opera
tions from the International Bureau is acceptable to
establish that applicant has filed a certified copy of
the priority document. The examiner should acknowl-

edge in the next Office action that the certified copy
of the foreign priority document has been filed, Note
the example of an acceptable priority document with
the stamp (box) in the upper right hand section indi
cating receipt by the International Bureau (WIPO) on
30 November 1992 and the stamped term "PRIOR
ITY DOCUMENT."
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If applicant has not forwarded a certified copy of
the priority application in time for the International
Bureau to forward it to the U.S. Designated Office
with the copy of the international application, then
applicant will have to provide a certified copy of the
priority document during the national stage to fulfill
the requirement of 37 CFR 1.55(a)(2).

PRIORITY CLAIM UNDER 35 U.S.C. 119(e), OR
120 AND 365(c)

A national stage application may include a priority
claim under 35 U.S.C. 119(e), or 120 and 365(c) to a
prior U.S. national application or under 35 U.S.C. 120
and 365(c) to a prior international application desig
nating the U.S. The conditions for according benefit
under 35 U.S.C. 120 are as described in MPEP §
201.07, § 201.08, and § 201.11 and are similar regard
less of whether the U.S. national application is a
national stage application filed under 35 U.S.C. 371
or a national application filed under 35 U.S.c. 111(a).

In order for a national stage application (of interna
tional application "X") to obtain benefit under 35
U.S.C. 119(e) of a prior U.S. provisional application,
the national stage application must comply with the
requirements set forth in 37 CFR 1.78(a)(4) through
37 CFR l.78(a)(6). Public Law 106-113 amended 35
U.S.C. 119(e) to eliminate the copendency require
ment for a nonprovisional application claiming bene
fit of a provisional application. 35 U.S.c. 119(e)(2) as
amended became effective on November 29, 1999
and applies to provisional applications filed on or
after June 8,1995.37 CPR 1.78(a)(4) requires that the
prior provisional application must be entitled to a fil
ing date as set forth in 37 CPR 1.53(c), and the basic
filing fee set forth in 37CFR 1.16(k) must be paid on
the provisional application within the time period set
forth in 37 CPR 1.53(g). Additionally, the provisional
application must name as an inventor at least one
inventor named in the later filed international applica
tion "X" and disclose the named inventor's invention
claimed in at least one claim of the national stage
application in the manner provided by the first para
graph of 35 U.S.C. 112. The national stage application
must contain a reference to the provisional application
(either in an application data sheet (37 CPR 1.76) or
in the first sentence of the specification), identifying it
as a provisional application, and including the provi
sional application number (series code and serial

number). If the provisional application was filed in a
language other than English, the national stage appli
cation must also contain an English language transla
tion of the non-English language provisional
application and a statement that the translation is
accurate. The required reference to the earlier provi
sional application and the English language transla
tion must be submitted within the time period
provided by 37 CFR 1.78(a)(5). This time period is
not extendable.

. In order for a national stage application (of interna
tional application "X") to obtain benefit under
35 U.S.c. 120 and 365(c) of a prior filed copending
nonprovisional application or prior filed copending
international application designating the United States
of America, the national stage application must com
ply with the requirements set forth in 37 CFR
l.78(a)(I) through 37 CFR l.78(a)(3). The prior non
provisional application or international application
must name as an inventor at least one inventor named
in the later filed international application "X" and dis
close the named inventor's invention claimed in at
least one claim of the national stage application in the
manner provided by the first paragraph of 35 U.S.c.
112. The national stage application must contain a ref
erence to the prior nonprovisional or international
application (either in an application data sheet
(37 CFR 1.76) or in the first sentence of the specifica
tion), identifying it by application number (series
code and serial number) or international application
number and international filing date and indicating
the relationship of the applications. There is a non
extendable time period for submitting the required
reference to the earlier application. If the national
stage application claims the benefit of a prior interna
tional application designating the United States of
America, the first sentence of the specification of the
national stage application must include an indication
of whether the prior international application was
published under PCT Article 21(2) in English (regard
less of whether benefit for such an application is
claimed in the application data sheet). See 37 CFR
1.78(a)(2). The required reference to the earlier filed
application must be submitted within the time period
set forth in 37 CFR 1.78(a)(2). This time period is not
extendable.

A prior filed nonprovisional application is copend
ing with the national stage application if the prior U.S.
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national application was pending on the international
filing date of the national stage application.

A prior international application designating the
United States of America is copending with the
national stage application if the prior international
application was not abandoned or withdrawn on the
international filing date of international application
"X."

Note: a national stage application filed under
35 U.S.c. 371 may not claim benefit of thefiling date
of the international application ofwhich it is the
national stagesince its filing dateis the date of filing
of that international. application. See also MPEP
§ 1893.03(b). Stated differently, since the interna
tional application is not an earlier application (it has
the same filing date as the national stage), a priority
claim in the national stage to the international applica
tion is inappropriate. Accordingly, it is not necessary
for the applicant to amend the first sentence of. the
specification to reference the international application
number that was used to identify the application dur
ing international processing of the.application by the
international authorities prior to commencement of
the nationalstage under 35 U.S.C. 371.

For a. compatison with 35 U.S.C. 120 priority
claims in a national application filed under.35 U.S.C.
111(a), see MPEP § 1895.

1893.03(d) Unity of Invention

37 CFR 1.499: Unity of invention during the national stage
If the examiner finds that a national stage application .lacks

unity of invention under §.1.475, the examiner may in an -Office
action require the applicant in the response to that action-to elect
the invention to which the claims shall be restricted. Such require
ment may be madebefore: any action on the merits bnt.may·b~
made at any time before the final action at the discretion of the
examiner. Review of any such, requirement is provided under
§§ 1.143 and 1.144.

PCT Rule 13 was amended effective. July 1,1992.
37 CFR 1.475 was amended effective May 1, 1993 to
correspond to.PCT Rule 13,

Examiners are reminded that unity of invention (not
resttiction) practice is applicable in international
applications (both Chapter I and II) and in national
stage (filed under 35 U.S.C. 371) applications.
Restriction practice continues to apply to U.S.
national applications filed under 35 U.S.C. lll(a).

When making a lack of unity of invention require"
ment, the examiner must (1) list the different groups

of claims and (2) explain why each group lacks unity
with each other group (i.e., why thereis no single gen
eral inventive concept) specifically, describing the
unique special technical feature in each group.

The principles of unity of invention are' used to
determine the types of claimed subject matter and the
combinations of claims to different categories of
invention that are permitted to be included ina single
international ornational stage patentapplication. The
basic principle is that an application should relate to
only one invention or, if there is more than one inven
tion, that applicantwould have a right to include in a
single application only those inventions which are so
linked as to form asinglegeneral inventive concept.

A groupof inventions.is considered linked to form
a single general inventive concept where there is a
technical .relationship among the inventions that
involves at least one common or corresponding spec
cial technical feature. The expression specialtechni
cal features is defined as meaning those technical
features that define the conttibution which each
claimed invention, considered as a whole, makes over
the prior art. For example, a corresponding technical
feature is exemplified by a key defined by certain
claimed structural characteristics which correspond to
the claimed features of a lock to be used with the
claimed key. Note also examples 1-17 of Annex B
Part 2 of. the PCT Administrative Instructions as
amended July 1, 1992 contained in Appendix AI of
the MPEP.

A process is "specially adapted't.for. themanufac
ture of a product if the claimed process. inherently
produces the claimed product with the technical rela
tionship being present between the claimed process
and the claimed product. The expression "specially
adapted" does Ilot imply that the product could not
also be manufactured by a different process.

An apparatus or means is specificallydesigned for
carrying out the process when,the apparatus or means
is suitable for carrying out the process with the techni
cal relationship being present between the claimed
apparatus or means and the claimed process. The
expression specifically designed does not imply that
the apparatus or means could not be used for carrying
out another process, nor does it imply that the process
could not be carried out using an alternative apparatus
or means.
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Note: the determination regarding unity of inven
tion is made without regard to whether a group of
inventions is claimed in separate claims or as alterna
tives within a single claim. The basic criteria for unity
of invention are the same, regardless of the manner in
which applicant chooses to draft a claim or claims.

1893.03(e) Papers Received from the
International Bureau and
Placed in a U.S. National
Stage Application File

The national stage application includes papers for
warded by the International Bureau and papers from
applicant. Some of the papers from the International
Bureau are identified in this section with a brief note
as to their importance to the national stage applica
tion. Theexaminer should review each such paper and
the important aspect indicated.

THE PAMPHLET

The Pamphlet includes

(A) a cover page with the applicant/inventor data,
the application data (serial number, filing date, etc.)
and the Abstract (and, if appropriate, a figure of draw
ing),

(B) the description, claims and drawing parts of
the international application, and

(C) the search report (Form PCT/ISAJ21O):

The cover page is.important as a source of the cor
rect application data, most importantly the filing date
and priority date accorded to the international applica
tion. If the pamphlet is published in English, applicant
need not submit a copy of the international applica
tion to the Patent and Trademark Office. The Office
will use the description, claims, abstract and drawings
as published in the pamphlet for the U.S. national
stage examination under 35 U.S.c. 371. The descrip
tion, claims and drawing parts of the international
application reflect the application subject matter on
the international filing date and are important for
comparison with any amendments to check for new

matter. The search report reflects the International
Searching Authority's opinion regarding the prior art.

The abstract that appears on the cover page of the
pamphlet will be published by the printing contractor
if the national stage application (1) issues as a United
States Patent or (2) is published as a patent application
publication unless applicant amends the abstract and,
for purposes of the patent application publication,
complies with the requirements for publication. The
burden on the applicant is to comply with PCT Rule
11.4 when the international application is filed. Since
applicant has alreadycomplied with PCT Rule 11.4
by filing the abstract on a separate sheet when the
international application was filed, it is improper for
the examiner of the U.S. national stage application to
require an abstract on a separate sheet during national
stage processing ofthe international application.

THE INTERNATIONAL PRELIMINARY EX
AMINATION REPORT

If the international application underwent prelimi
nary examination, the International Preliminary
Examination Report (FormPCT/IPEA/409) reflects
the International Preliminary Authority's non-binding
opinion regarding novelty, inventive step and indus
trial applicability. The examiner may adopt any por
tion or all of this opinion upon consideration in the
national stage so long as it is consistent with U.S.
practice. The examiner should comment upon the
Report in the first Office action on the merits to reflect
that the Report has been considered. The comment
may be a mere acknowledgement.

THE PRIORITY DOCUMENT

See the discussion in MPEp § 1893.03(c).

NOTIFICATION OF WITHDRAWAL

If the national stage application papers include a
Notification of Withdrawal (PCT/IB/307), the exam
iner must check the date of receipt of the 35 U.S.C.
371 requirements (the 371 date) on Form PCTIDOI
EO/903 to be sure that the 371 date is not later than
the date of withdrawal. If it is later, the national stage
application must be returned to the PCT Legal Office
for a decision regarding the propriety of entry into the
national stage.
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1893.03(1) Drawings and PCT Rule 11

The drawings for the national stage application
must comply with PCT Rule 11. The copy of the
drawings provided by the International Bureau has
already been checked and should be in compliance
with PCT Rule II. Accordingly, the drawing provided
by the International Bureau should be acceptable.
Sometimes, applicant submits a drawing for use in the
national stage application and a check will be made
by the Official Draftsman. The Official Draftsman
may not impose requirements beyond those imposed
by the Patent Cooperation Treaty (e.g., PCT Rule 11).
The examiner does indeed have the authority to
require new or more acceptable drawings if the draw"
ings were publishedwithout meeting all requirements
under the PCT for, drawings. Unless the applicant
requests the use of drawings which heor she has sub
mitted, the drawings to be employed in the national
stage are those which are a part of the Article 20 com
munication.

1893.03(g) Information Disclosure
Statement in a National
Stage Application

An extensive discussion of Information Disclosure
Statement practice is to be found in MPEP§ 609.
Although not specifically stated therein, the duty to
disclose information material to patentability. as
defined in 37 CPR 1.56 is placed on individuals asso
ciated with the filing and prosecution of a national
stage application in the same manner as for a domes
tic national application. The declaration requires the
same averments with respect to the duty under 37
CPR 1.56.

When an international application is filed under the
Patent Cooperation Treaty (PCT), prior art documents
may be cited by the examiner in the international
search report and/or the international preliminary
examination report. When a national stage application
is filed under 35 U.S.C. 371, or a national application
is filed under 35 U.S.c. III claiming benefit of the
filing date of the international application, it is often
desirable to have the examiner consider the docu
ments cited in the international application when
examining the national application.

As a result of an agreement among the European
Patent Office (EPO), Japanese Patent Office (JPO),

and the United States Patent and Trademark Office
(USPfO), copies of documents cited in the interna
tional search report issued by anyone of these Inter"
national'. Searching Authority Offices generally are
being sent to the other Offices when designated in the
international application. Accordingly, in many
national stage applications where the international
search was conducted by the EPO, JPO, or USPIO,
copies of the documents cited in the international
search report are made available to the examiner in
the national stage application.

When all the requirements for a national stage
application have been completed, applicant is notified
(Form PCTIDOIEO/903) of the acceptance of the
application under 35 U.S:C. 371, including an item
ized list of the items received. The itemized list
includes an indication of whether a copy of the inter
national search report and copies of the references
cited therein are present in the national stage file. The
examiner' will consider the documents cited in the
international search report, without any further action
by applicant under 37 CPR 1.97 and 1.98, when both
the international search report and copies of the docu
ments are indicated to be presentin the national stage
file. The examiner will note the consideration in the
first Office action. There is no requirement that the
examiners list the documents on a PIO-892 form. See
form paragraphs 6.53, 6.54, and 6.55 (reproduced in
MPEP § 609). Otherwise, applicant must follow the
procedure set forth in 37 CPR 1.97and 1.98 in order
to ensure that the examiner considers the documents
cited in the international search report.

This practice applies only to documents cited inthe
internationalsearch report relative to a national stage
application moo under 35 U.S.~. 371. It does not
apply to documents cited in an international prelimi
nary examination report thai are not cited in the
search report. It does not apply to applications filed
under 35 U.S.c. 111(a) claiming the benefit of an
international application filing date.

1895 A Continuation or Continuation
In-Part Application of a PCT
Application Designating the
United States

It is possible to file a U.S. national application
under 35 U.S.c. I 11(a) during the pendency (prior to
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the abandonment) of an international application
which designates the United States without complet
ing the. requirements for entering the national stage
under 35 U.S.c. 371(c). The ability to take such
action is based on provisions of the United States
patent law. 35 U.S.C. 363 provides that "[ajninterna
tional application designating the United. States shall
have the effect, from its international filing date under
article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark
Office...." 35 U.S.C. 371(d)indicates that failure to
timely comply with the requirements 01'35 V.S.C.
371(c) "shall be regarded as abandonment ... by the
parties thereof...." It is therefore clear that an interna
tional application which designates the United States
has the effect of a pending U.S. application from the
international application filing date until its abandon
ment as to the United States. The first sentence of 35
U.S.C. 365(c) specifically provides that "[i]n accor
dance with the conditions and requirements of section
120()f this title, ... a national application shall be enti
tled to the benefit of the filing date of a prior interna
tional applicationdesignating the United States." The
condition. of 35 U.S.C. 120 relating to the time of fil
ing requires the.later application to be filed before the
patenting or .abandonment of or terminationof pro
ceedings on the first application. The filing of contin
uations and continuations-in-part of a PCTapplication
designating the .U.S. was used primarilyin instances
where there was difficulty in.obtaining ~signed oath
or declaration by the expiration of the timefor entry
into the national stage. Since applicants are now noti
fied of missing or defective oaths or declarations .and!
or translations, and are given a timeperiod to re~po~d

which is extendable under 37 CFR1.136(a), the use
Of this practice may Welldiminish. .• .

A continuing application under 35 V.S.c. 365(,,)
and 120 mustbe filed before the abandonment or pat
enting of the prior application.

To obtain benefit under 35. U,S.C. 120.of a prior
PCT application designating the U.S., the continuing
U.S..nationalapplication must

(A) include an appropriate reference to the prior
PCT application (either in the application data sheet
(37 CFR 1.76) orin the first sentence of the specifica
tion),

(B) include an indication of whether the prior
PCT international application was published under

PCT Article21 (2) in English in the first sentence of
the specification regardless of whether benefit for
such application is claimed in the application data
sheet (if the continuing U.S. national application was
filed on or after November 29, 2000),

(C) be copending with the prior PCT application,
and'

(D) have at least one inventor in common with the
prior PCT application.

See MPEP § 201.11. A U.S. national application is
copending with an international application if the
prior international application was pending on the fil
ing date ofthe subsequent U.S. national application.

If the prior application is an international applica
tion,the examiner must ascertainK') and (D) above
by either examining thenational stageapplication file
of the international application, or by examining the
international application file, or requiring applicant to
submit sufficient proof that the international applica
tion was copendingwiththe U.S, national (35 U.S.c.
111(a)) applic~tion claiming benefit Under 35 U.S.c.
120. If the parent international application was not
copending (i.e., abandoned or Withdrawn), benefit
under 35 U.S.C. 120is not possible.

If.priorityis claimed under 35 U.S.C.120 in a third
U.S. national application to afirstnational or interna
tional application via a second international applica
tion, the examiner must examine the second
international application to see if it contains. a proper
reference and indication of publication language for
benefit under 35 U.S.C. 120 of the first filedapplica
tion. The second international application must
include an appropriate reference in the Request to the
prior U.S. national application. The appropriate refer
ence in the Request should identify the parent applica
tion and include an indication that it is a continuation
or continuation-in-part of the first filed U.S. applica
tion; PCTRule 4.14. In order for the examiner to
determine if the international application meets the
above noted requirements, the examiner should
review the copy of the Request form in the interna
tional application file or the cover page of the pub
lished international application. If the copy is not in
the file, the International Application Processing
Division may obtain a copy from the International
Bureau.
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1895.01 Handling ofand Considerations
In the Handling of National
Applications Under 35 U.S.C.
371 and 35 U.S.c. 111(a)
Continuations and
Continuations-In-Part ofa PCT
Application

A national application can be either a national stage
application submitted under, 35 )l.S.c. 371 or a
national application filedunder 35 U.S.C;. l11(a).

NATIONAL APPLICATIONS SUBMITTED UN
DER 35 U.S.C. 371

These applications are the result of an international
application filed under the PCT entering the national
stage in the United States. They are called national
stage applications. The national stage application
papers are placed in a domestic application file wrap
per and the phrase "FILED UNDER 35U.S.C. 371" is
stamped on the front of the file wrapper. In addition,
a "Notification of Acceptance of Application under
35 U.S.c. 371 and 37 CPR 1.494 or 1.495" (Form
PCTIDOIEO/903) is placed inthe file.

A typical time line involving an international and a
national stage application is illustrated as follows:

omonths 12 18 20 or 30
r -,- --r -'--l

Priority InCI Appln Filed Int'l Appln Nat. Stage Appl. Palenl
AwIn f1Ied (Int' FIling Date) I'ubIMed 35 USCm !slues

Although the illustrated time line is typical, there is
no requirement that there bea priority application, nor
is there any requirement that the national stage appli
cation be submitted after the international application
is published.

National stage applications submitted nnder
35 U.S.C. 371 are treated differently in certain
respects than national applications filed under
35 U.S.c. 111(a). Treatment of 35 U.S.C. 371 appli
cations differs from treatment of 35 U.S.C. 111(a)
applications as follows:

A. Filing Date As Applicant's Date OfInvention

By virtue of 35 U.S.C. 363, the U.S. filing date of a
national stage application. is the international filing

date (the filing date of the international. application)
for the purpose of determining whether information is
prior art (i.e., has an effective date) relative to the
invention claimed in the national stage application.
The date which appears in the "filing date" box on the
front of the file wrapper of a national stage applica
tion, however, is the date on which the requirements
of35 U.S.C. 371(c) were coinplied with, and typically
is not the same as the international filing date of the
application. The international filing date is the critical
date for determining whether or not a particular refer
ence is available as prior art against the application.
The international filing date will appear next to the
international application number in the CONTINU
ING DATA section on the file wrapper label and in
the "Notification of Acceptance of Application under
35 U.S.c. 371 and 37 CFR 1.494 or 1.495" (Form
PCTIDOIEO/903).

B. 35 U.S.C. 1I9(a) And 365(b) Priority In
National StageApplication

The filing date of a national stage application is the
international filing date. Pursuant to 35 U.S.C. 365(b),
a priority claim under 35 U.S.C. 119(a) is proper if (a)
a claim for priority was made in the international
application, and (b) the application was filed within
12 months prior to the international filing date. See
MPEP § 1893.03(c): The examiner should acknowl
edge the priority claim and priority document in the
next Office action and on the file wrapper as in any
35 U.S.c. 119(a) situation, if appropriate.

C. PriorityDocument

In national stage applications, a photocopy of
the foreign priority document is received from the
International Bureau and placed in the national stage
application file. This copy of the foreign priority doc
ument is sufficient to establish that applicant has filed
a certified copy of the priority document. The copy
received from the International Bureau bears a
"WIPO" stamp. If a copy of the foreign priority docu
ment is not in the national stage application file, the
examiner should consult with a Special Program
Examiner in his or her Technology Center. A certified
copy of a priority document filed as a U.S. provisional
application in the U.S. national stage application
because 37 CFR 1.55(a)(2) does not apply to priority
claims under 35 U.S.c. 111(b) is not required in the
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U.S. national stage application because 37 CFR
1.55(a)(2) does not apply to priority claims under 35
U.S.C. 119(e).

D. Unity OfInvention

Restriction practice in both international and
national stage applications is determined under unity
of invention principles as set forth in 37 CFR 1.475
and 1.499. Restriction practice under 35 U.S.C. 121,
as it applies to national applications submitted under
35 U.S.C. 11I (a), is not applicable to either interna
tional or national stage applications. However, a con
tinuing application claiming benefitunder 35 U.S.C.
365(c) to an international application or to a national
stage application is not a national stage application
and, therefore, the restriction practice under 35 U.S.c.
121 is applicable.

E. Filing Date For Prior Art Purposes Under
35 U.S.C.I02(e)

1. When Examining Applications Filed Prior to
November 29, 2000 Which Were Not Volun
tarily Published Under 35 U.S.C. 122(b)

Once a patent issues from a national stage applica
tion, the filing date for prior art purposes under 35
U.S.c. 102(e), when being cited against an applica
tion filed prior to November 29, 2000, which has not
been voluntarily published under 35 U.S.C. 122(b), is
not the international filing date, but is the date on
which the requirements of 35 U.S.C.

371(c)(I), (2) and (4) were met (copy of the inter
national application with any necessary translation,
national fee and oath or declaration were filed). How
ever, as the international application is usually pub
lished approximately 18 months from the priority
date, this publication generally will have an earlier
date for prior art purposes than the 35 U.S.c. 102(e)
date of the U.S. patent. A copy of the published inter
national application can be obtained through the For
eign Patents Branch of the Scientific and Technical
Information Center (S'I'IC). The publication number
and publication date appear on the first page of the
U.S. patent.

Note that a publication under 35 U.S.C. 122(b) of a
U.S. national stage application will have no prior art
effect under 35 U.S.c. 102(e) against an application

filed before November 29, 2000, which has not been
voluntarily published under 35 U.S.c. 122(b).

2. When Examining Applications Filed on or
After November 29, 2000, or Applications
Filed Before November 29, 2000 Which Were
Voluntarily Published Under 35 U.S.C. 122
(b)

The publication of a U.S. national stage application
will have a 35 U.S.C. 102(e) date for prior art pur
poses as of its international filing date, provided that
the application was published under PCT Article
21(2)(a) in the English language, against an applica
tion filed on or after November 29, 2000, or filed
before November 29, 2000 and voluntarily published
under 35 U.S.C. 122(b).

Note that any publication under 35 U.S.C. 122(b)
of a U.S. national stage application which was pub
lished in the international stage under PCT Article
21(2)(a) in a language other than English or any
United States Patent issuing from any national stage
application will have no prior art effect under 35
U.S.C. 102(e)(I) or (2) against an application filed on
or after November 29, .2000, or filed before Novem
ber 29, 2000 and voluntarily published under 35
U.S.C. 122(b).

F. International Publication Number And The
Publication Date

The International Publication Number and the Pub
lication Date MUST be in the national stage applica
tion if the application is allowed. The International
Publication Number and the Publication date can be
found in the DOlUS Worksheet WIPO Publication
block. If the Publication Number and the Publication
date are not found on the worksheet or if the work
sheet is missing, the information may be taken either
from the International Publication or the PCT Gazette
page. The examiner should ensure that the Interna
tional Publication Number and the Publication date
are in one of these three locations before the applica
tion is sent to Office of Patent Publication.

CONTINUATION, CIP, OR DIVISION OF IN
TERNATIONAL APPLICATION FILED UNDER
35 U.S.C. 111(a)

Rather than filing a national stage application, a
continuing application (i.e., continuation, C-I-P, or
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division) under 35 U.S.C. 11I (a) of the international
application may be filed -, Pursuant to 3~ U.S.C.
365(c), a regular national application file<iunder
35 U.S.C. 111 (a) and 37 CPR 1.53(b) (not under
37 CPR 1.53(d) orformer 37 CPR 1.60 or1.62) may
claim benefit of the filing date of an international
application which designates the United States.

A typical time line involving a continuingapplica
tion filed during the pendency of an international
application is illustrated as follows:

omonths 12 20or30
I i I

Priority Appln Filed Int" Appln Filed Int'l Appln Abandoned
US Designated i

35 USC 111(a)

The continuing application must be filed before the
international application becomes abandoned as tothe
U.S. as set forth in 37 CPR 1.494 and 1.495. An
appropriate sentence (such as ''This is a continuation
of International Application PCTIEP90/00000, with
an international filing date of January 4, 1990, pub
lished in English under PCT Article 21(2) and now
abandoned.") must appear in the first sentence of the
specification-.In addition, all other conditions of 35
U.S.C. 120 (such as having at least one common
inventor) must be satisfied. A copy of the interna
tional application (and an English translation) may be
required by the examiner toperfect the .claim for ben
efit under 35 U.S.c. 120 and 365(c) if necessary, for
example, where an intervening reference is found and
applied in a rejection of one or more claims.

A claim for foreign priority under 35 U.S.c.
119(a)-(d) must be made in the continuing application
in the same manner as a claim for foreign priority
under 35 U.S.C. 365(b) in a national stage applica
tion. In. the same manner as with a national stage
application, a foreign priority claim is proper if (I) a
claim for foreign priority was made in the interna
tional application, and (2) the foreign application was
filed within 12 months prior to the international filing
date .. A certified copy of any foreign .priority docu
ment mnst be provided by the applicant. if the parent
international application has not entered the national
stage under 35 U.S.C. 371 (the photocopy received

from the International Bureau cannot be used). If the
parent international application has entered the
national stage under 35 U.S.c. 371, the applicant, in
the continuing application, may state that the priority
document is contained in the national stage applica
tion.

35 U.S.C. 119(a)-(d) AND 365(a) PRIORITY
CLAIM TO INTERNATIONAL APPLICATION
IN 35 U.S.C. 111(a) NATIONAL APPLICATION

An application filed under 35 U.S.c. 111(a) may
make a claim for foreign priority under 35 U.S.C. 119,
(ar-td) and 365(a) to an international application
which designates at least one conntry other than the
United States (the U.S. may also be designated), In
this situation, applicant must file a certified copy of
the international' application in the application filed
under35 U.S.C. I 11(a) and the applicant must satisfy
all other requirements of 35 U.S.c. 119(a)-(d). A typ
ical time line for this situation is illustrated as follows:

omonths 12
i .. -: _ t

Int'lAppIn Filed ,,...:..----
Country otbertban US designated 35USC mea) Appln Filed

The examiner should acknowledge the pnonty
claim and priority document in the next Office action
and on the file wrapper as in any 35 U.S.C. 119(a)-(d)
situation.iif appropriate.

1896 The Differences Between a National
Application Filed Under 35 U.S.C.
lli(a) and a National Stage
Application Filed Under
35 U.S.C. 371

The following section describes the differences
between a U.S. national application filed under
35 U.S.C. 11I (a), including those claiming benefit of
a PCT application under 35 U.S.C. 120 (a continua
tion or a continuation-in-part of a PCT application),
and a U.S. national stage application (filed under 35
U.S.C.371).

1800-155 August 2001



1896 MANUAL OF PATENT EXAMINING PROCEDURE

FILING DATE

Chart ofSome Cornman Differences

National National
..

Applications Stage Appli-
(filed under cations (filed
35U.S.C. under 35
111(a»

.

U.S.C.371)

Filing Date Deposit date in Interna-
USPTOof tional filing
specification, date.of PCT
claim and any application
necessary
drawing

35U.S.C. Claim & certi- Copy of cer-
119(a)-(d) fied copy pro- tified copy
Priority vided by provided by
Requirement applicant WIPO,claim

by applicant

Unity of U.S. restric- Unity of
Invention tion practice invention

practice
under 37
CFR 1.499

Filing Fees 37 CPR I.16 37 CPR
1.492

Reference to Attached Same as in a
Application application, 35U.S.C.
in Declara- U.S. Applica- 111(a) filing
tion tion No., etc. or may refer

to the
international
application

Copendency Applicant pro- Not an issue
with Interna- vides proof
tional Appli-
cation

The differences between a national application filed
under 35 U.S;C. 111(a) and a national stage applica
tion filed under 35U.S.C. 371 are often subtle, but the
differences are important.

The filing date of a 35 U.S.c. 111(a) application is
the date when the USPTO receives a specification,
claim, and any drawings. See 37 CFR 1.53(b).

The filing date of a PCT international application is
the date applicant satisfies Article 11 requirements,
i.e., includes a specification, claim, U.S. residency or
nationality, prescribed language, designation of a con
tracting state, and names of the applicant.

In this regard, note that 35 U.S.C. 363 provides
that,

An international application designating the United States
shall have the- effect, from its international filing date
un4er Article: 11.of the treaty; of a national application for
patent regularly filed in the Patent and Trademark Office
except as otherwise provided in section 102(e) of this title.

Similarly, PCT Article 11(3) provides:

(3) Subject to Article ~4(4), any international application
fulfilling the requirement listed in items (i) to (iii) of para
graph (1) and accorded an international filing date shall
have- the effect of a regular national application "in each
desigIiated State as ofthe international filing date, which
date shall be considered to be the actual filing .date in each
designated State.

PCT Article 64(4), in tum, provides:

(4)(a) Any State whose national law provides for prior
art effect 'of its patents as from a date before publication,
but does not equate for prior art purposes the priority date
claimed under the Paris Convention for the Protection of
Industrial Property to the actual filing date in that State,
may declare that the filing outside that State ofan interna
tional application designating that State is not equated to
an actual filing in that State for prior art purposes.

(b) Any State making a declaration under SUbparagraph
(a) shall to that extent not be bound by the provisions of
Article 11(3).

(c) Any State making a declaration under subparagraph
(a) shall, at the Same time, state in writing the date from
which, and the conditions under which, the prior art effect
of ariy international application designating that' 'State
becomes effective in that' State. This statement may be
modified at anytime by notification addressed to the
Director General.

Accordingly, under PCT Article 64(4), the United
States is free to have laws that, for prior art purposes,
do not treat the filing of an international application
designating the United States as equal to an actual fil
ing in the-United States. Additionally, under PCT
Article 64(4)(c), the United States may modify the
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date from which, and the conditions under which, the
prior art effect of any international application desig
nating the United States becomes effective in the
United States.

EFFECTIVE DATEAS A REFERENCE

Publications Undef35 U.S.C.122(b) as References

When examining an application filed before
November 29, 2000, which has not been voluntarily
published under 35 U.S.C. 122(1:J), publications under
35U.S.C. 122(b) of35 U.S.C.lll(a) applications and
national stage applications are never effective as ref
erences as they are only available as references as of
their publication date which can only be after Novem
ber29,2000.

When examining an application filed on or after
Novem?er 29,20?0, or. filed before N~vember 29,
2000 and voluntarily published under 35 U.S.C.
122(b), a publication under 35 U.S.C. 122(b) of a
35 U.S.C. l11(a) application will have an effective
date as a reference under 35 U.S.c. 102(e) as of its
earliest effective filing date, excluding any interna
tional filing dates except when the international appli
cation to which benefit is being claimed was
published under peT Article 21(2)(a) in English. In
such a situation the effective date as a reference of the
publication of the 35 U.S.C. 111(a)application will be
its earliest effective filing date, including the interna
tional filing date. A publication under 35 U.S.c.
122(b) of a national stage application, when being
cited against an application filed on or after Novem
ber 29, 2000, or filed before November 29, 2000 and
voluntarily published under 35 U.S.c. 122(b), will be
effective as a reference under 35 U.S.C. 102(e)(l) as
of its international filing date only if it was published
in the international stage under peT Article 21(2)(a)
in English. Otherwise, such a publication of a national
stage application is effective as a reference only as of
its publication date under 35 U.S.C. 102(a) or (b),
where appropriate.

U.S. Patents as References

Regardless of when the application being examined
was filed, the effective date as a reference of a patent
which has issued from a 35 U.S.c. 111(a) application
is always its earliest effective filing date, excluding
any international filing dates. In contrast the effective

date as a reference of a U.S. patent which has issued
from a national stage application will differ based on
the application being examined. When examining an
application filed before November 29, 2000, which
has not been voluntarily published under 35 U.S.c.
122(b), a U.S, pat~nt issuing from a national stage
application will beeffective as a reference as of the
date the national. stage applicati0P satisfied th",
requirements of 35U.S.C. 371(c)(1), (2), and
(4)(copyoftheinternational application with any nec-.
essary translation, national fee and oath or declaration
were filed). However, when examining an application
filed on or after November 29, 2000 Or filed before
November 29, 2000 and voluntarily published under
35 U.s.c. 122(b), a U.S. patent issuing from a
national stage application will only be effective as a
reference under 35 U.S.C. 102(a)Or (b), whereappro
priate,as of the dale on whichit issued as a U.S.
patent.

35 U.S.C. 119(a)-(d) PRIORITY REQillRE
MENTS

The certified copy of the foreign priority applica
tion must be provided to the Office by applicant in a
U.S. national application filed under 35 U.S.C. 111(a).
Where applicant filed an international application
claiming priority to an earlier filed national applica
tion, the certified copy of the priority application is
required to be provided to the International Bureau by
applicant during the international stage. The Interna
tional Bureau (WIPO) then sends a copy of the certi
fied copy of the priority application to each
designated office for inclusion in the national stage
application. A U.S. national stage application filed
under 35 U.S.C. 371 will have a photocopy of the pri
ority document with the first page stamped by the
International Bureau to indicate that it is a priority
document received by WIPO and the date of such
receipt. Such a photocopy is acceptable in a U.S.
national stage application to establish that applicant
has filed a certified copy of the priority document. If
the photocopy is missing from the national stage
application file, either the document has been mis
placed or it was not provided due to a defect in prior
ity during the international stage. If the priority claim
was not in accordance with peT Rule 4.10 or the pri
ority document was not provided in accordance with
peT Rule 17, the photocopy of the priority document
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will not have been provided by the International
Bureau.

UNITY OF INVENTION

U.S. national applications filed under 35T.J.S.C.
111(a)are subject to restriction practice in accordance
with 37 CFR 1.141-1.146. See MPEP§ 803. U.S.
national stage applications filed under 35 U.S.C. 371
are subjectto unity of invention practicein accor
dance with 37 CFR 1.475 and 1.499 (effective May 1,
1993).:

FILING FEES

U.S. national applications filed under 35 U.S.C.
111(a) are subject to the national application filing
fees set forth at 37 CFR 1.16. U.S. national stage
applications filed under 35 U.S.C. 371 are subject to
the national stage fees prescribed at 37 CPR 1.492.

REFERENCE TO APPLICATION IN DECLA
RATION

Applicant's oath or declaration is required to iden
tify the specification to which it is directed (37 CFR
1.63(b)(1)). The specification may be identified in a
U.S. national application filed under 35 U.S.C. 111(a)
by reference to an attached specification or by refer
ence to the application number and filing date of a
specification previously filed in the Office. MPEP
§ 601.01(a) giyes the minimum requirements for iden
tification iof the specification, U.S. national stage
applications filed under 35 U.S.c. 371 may identify
the specification (in the oath or declaration) in 'the
same manner as applications filed under 35 U.S.C.
111(a) or may identify the specification by reference
to the application number and filing date of the inter
national application.

•••••••••••••••••••••••••••••
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of a self-addressed postcard which the member of the public may
include with the protest in .order to receive an acknowledgment by
the ,Offir;e that ,the 'protest has been received. In the absence of a
request by the Office, an applicant has no duty t~,' and need 'not.
reply to a. protest. The limited involvement of the member of the
public filing a protest pursuant. to' paragraph (a) of this section
ends with the filing of the protest; and no further submission on
behalf of the protestor will be considered, except for additional
prior art, or unless such submission raises new issues which could
not havebeen earlier presented.

37 CFR1.248. Service ofpapers; manner ofservice; proof
of'service; proof' of service in cases" other ,than
interferences.

(a) Service of papers must be on the attorney or agent of the.
p:arty if there be such or all the party if,there is, no attorney or
agent, and maybe made in any of the following ways:

. (1) By delivering a copy of the paper' to the person
served;

(2) By leaving a copy at the usual place of business of the
person served with someone in his employment;

(3) When the person served has no usual place of busi
ness, by, leaving a copy at the person's residence, with some per
son of suitable age and discretion who resides there;

(4) Transmission by first class mail. When service is by
mail the date of mailing will be regarded as the date of service;

(5) Whenever it shallbe satisfactorily shown to the Com-.
missioner that none of the above modes of obtaining or, serving
the paper is practicable, service may be by notice published in the
Official Gazette;

(b) Papers' filed in the Patent and TrademarkOffice which
are required to be served shall contain proof of service, Proof of
service may appear on or be affixed to papers filed. Proof of ser
vice shall include the date .and manner of service. In the case of
personal service, proof of service shall also .include the name of
any person served, certified by the person who made service.
Proof of service' may be made by: .

(1) An acknowledgement of service by or on behalf of the
person .served or

(2) A statement signed by the attorney or agent contain
ing the information required by this section.

(c) See § 1.646 for service of papers in interferences.

The degree of participation allowed a protestor is
solely within the discretion of. the Commissioner of
Patents and Trademarks.

37 CFR 1.291(a) gives recognition to the value of
written protests in bringing information to the atten
tion of the Office and in avoiding the issuance of
invalid patents. All protests must be submitted prior to
the publication of the application-or the mailing of a
notice of allowance, whichever occurs first, because,
no protest or other form of preissuance opposition to
the grant of a patent may be initiated after publication
of the application without the .applicant's express

item;

37 CFR 1.291. Protests by the public against pending
applications.

(a) Protests by' a member of the public against pending
applications will be referred to the examiner having .charge of the
subject- matter involved, A protest specifically ,identifying the
application to which the protest is directed will be entered in the
application file if:

(1) The protest-is submittedprior to the date the appllca
tion was published or the mailing of a notice of allowance under

§ 1.311, whicheveroccurs first; and
(2) The protest is' either served upon -the' applicant in

accordance with § 1.248, or flled with the Office in duplicate, in
the event service is not possible.

(b) Protests raising fraud or other .inequitable conduct issues
will be entered in the application file, generally with~ut COmment
on those issues. Protests which do not adequately identify a pend
ing patent application willbereturnedto the protestorand wlllnot
be further considered by the Office. A protest submitted maccor
dance with the second sentence of paragraph,(a) .of this, .secrion
will be considered by the Office if the application is still pending
when the protest and application file are brought before the exam
iner and it includes:

(1) A listing of the patents, publications, or .other infor
mation relied upon;

(2) A concise explanation of the relevance of each listed

(3) A copy of each listed patent' or publication or other
item of information in written form or at least the pertinent por
tions thereof; and

(4) An English language translatiou of allthe necessary
and pertinent parts of any non-English language patent, publica
tion, or other item of information in written form relied upon.

(c) A member of the public filing a protest in an application
under paragraph (a) of this section will not receive any communi
cations from the Office relating to the protest, other than the return

1901.06
1901.07
1901.07(a)

1901 Protest Under 37 CFR 1.291
1901.01 Who Can Protest
1901.02 Information WhichCanBeReliedoninProtest
1901.03 How ProtestIs Submitted
1901.04 When Shouldthe ProtestBe Submitted
1901.05 Initial OfficeHandlingand Acknowledgment

of Protest
ExaminerTreatmentof Protest
Protestor Participation
Filing of MultiplePapersRelating to Same
Issues

Supervisory Review of an Examiner's Decision
Adverse to Protestor
Unauthorized Participation by Protestor
Citation of Prior Art Under 37 CFR 1.501(a)

1901 Protest Under 37 CFR 1.291
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written consent as specified by 35 U.S.C. 122(c).
37 CFR1.29l(a) provides that public protests against
pending ajlplications will be referred to the exllllliner
having charge of the subject matter involved and will
be entered in the application file if the protest is sub
mitted prior to the date the application was published
or the mailing of a notice of allowance under 37 CFR
1.311, whichever occurs first, and the protest is either
served upon the applicant or filed in duplicate in the
event service is not possible. Paragraph (b) of 37 CFR
1.291 assures members of the public that a protest will
be fully considered by the Office if the protest is sub
mitted in accordance with 37 CFR 1.29l(a), the appli
cation is still pending when the protest arid
application file are brought before the examiner, and
the protest includes:

(A) a listing of the patents, publications, or other
information relied on;

(B) a concise explanation of the relevance of each
listed item; ,

(C) a copy of each listed patent, publication, or
other item ofinformation in written form, or at least
the pertinent portions thereof; and

(0) an English language translation of all neces
sary and pertinent parts of any noneEnglish language
document relied on.

A party obtaining knowledge of an application
pending in the Office may file. a protest against the
application and may therein call attention to any facts
within. protestor's knowledge which, in protestor's
opinion, would make the grant of a patent thereon
improper.

A protestor does not, however, by the mere filing of
a protest, obtain the "right" to argue the protest before
the Office. Active participation by a' protestor "ends
with the filing of the protest, and no further submis
sion on behalf of the protestor will be considered,
except for additional prior art, or unless such submis
sion raises new issues which could not have been ear
lier presented." 37 CFR 1.29l(c). The USPfO will
acknowledge the receipt of a protest in an original or a
reissue application file only if a self-addressed post
card is included with the protest (see MPEP
§ 1901.05). The question of whether or not a patent
will issue is a matter between the applicant and the
Office acting on behalf of the public.

1901.01 Who Can Protest

Any member of the public, including private per
sons, corporate entities, and government agencies,
may file a protest under 37 CFR 1.291. A protest may
be filed by· an attorney or other representative on
behalf of an unnamed principal since 37 CFR 1.291
does not require that the principal be identified.

1901.02 Information Which Can Be
Relied on in Protest

Any information which, in the protestor's opinion,
would make the grant of a patent improper can be
relied on in aprotest under 37 CFR 1.29l(a). While
prior art documents, such as patents and publications,
are most often the types of information relied on in
protests, 37 CFR 1.29l(a) is not limited to prior art
documents. ' Protests may be based on' any facts or
information adverse to patentability. The .content and
substance of the protest are more important than
whether prior art documents, or some other form of
evidence adverse to patentability, are being relied on.
The Office recognizes that when evidence other than
prior art documents is relied on, problems may arise
as to authentication and the probative value to assign
to such evidence. However, the fact that such prob
lems may arise, and have to be resolved, does not pre
clude the Office from considering such evidence, nor
does it mean that such evidence cannot be relied on in
a protest under 37 CFR 1.291.lnfoI1llation in a protest
should be set forth in the manner required by 37 CFR
1.291(b).

The following are examples of the kinds of infor
mation, in addition to prior art documents, which can
be relied on in a protest under 37 CFR 1.29l(a):

(A): Information demonstrating that the inven
tion was publicly "known or used by others in this
country... before the invention thereof by the applicant
for patent" and is therefore barred under 35 U.S.C.
102(a) and/or 103.

(B) Information that the invention was "in public
use or on sale in this country, more than 1 year prior to
the date of the application for patent in the United
States" (35 U.S.C. 102(b».

(C) Information that the applicant "has aban
doned the invention" (35 U.S.C. 102(c» or "did not
himself invent the subject matter sought to be pat
ented" (35 U.S.c. 102(f).
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(D) Information relating to inventorship under
35 U.s.C. 102(g).

(E) Information relating to sufficiency ofdisclo
sure or failure to disclose best mode, under 35 U.s.C.
112.

(F) Any other information demonstrating that the
application lacks compliance with the .statutory
requirements for patentability.

(0) Information indicating "fraud" or "violation
of the duty of disclosure" under 37 CFR 1:56 may be
the subject of a protest under 37 CFR 1.291(a). Pro
tests raising fraud or other inequitable conduct issues
will be entered in the application file, generally with
out comment on those issues. 37 CFR 1.291(b).

Different forms of evidence may accompany, or be
submitted asa part of, a protest under 37. CFR
1.291(a). Conventional prior art documents such as
patents and publications are. the mostcommon form
of evidence. However, other forms of evidence can
likewise be submitted. Some representative examples
of other formsofevidence are litigation-related mate
rials such as complaints, answers, depositions,
answers to interrogatories, exhibits,transcripts of
hearings or. trials, court orders and opirtions, stipula
tions of the parties, etc. Where only a portion of the
litigation-related materials is relevant to the protest,
protestors are encouraged to submit only the xelevant
portiones). .

In a protest based on an alieged public use or sale
by, or on behalf of, the applicant or applicant's
assignee, evidence of such public use or sale may be
submitted along with affidavits or declarations identi
fying the source(s) of the evidence and explaining its
relevance arid meaning. Such evidence might include
documents containing offers for sale by applicant or
applicant's assignee, orders, invoices, receipts, deliv
ery schedules, etc. The Office will make a decision as
to whether or.not public use or sale has been estab
lished based on the evidence the Office has available.
If applicant denies the authenticity of the documents
and/or evidence, or if the alieged public use and/or
sale is by a party other than applicant or applicant's
assignee, protestor may find it desirable or necessary
to proceed via 37CFR 1.292 (public use proceedings)
rather than by a protest under 37 CFR 1.291.

While the forms in which evidence and/or informa
tion may be submitted with, or as a part of, a protest
under 37 CFR 1.291(a) are not limited, protestors.

must recognize that such submissions may encounter
problems such as establishing authenticity and/or the
probative value to apply to the evidence. Obviously,
the Office will have to evaluate each item of evidence
and/or information submitted with a view as to both
its authenticity and what weight to give thereto.

Information Which is subject to a court-imposed
protective or secrecy order may be submitted with; or
as~part of, aprotest und~r37 CFR1.291(a). Trade
secret information which was obtained by aprotestor
through agreements with others.can likewise be sub
mitted. Such information, if submitted, will be treated
in accordance with the guidelines set forth in MPEP
§ 724 and will be made~ublic if a reasonable exam
iner would consider the information important in.
deciding whether to allow the application to issue as a
patent.

1901.03 How Protest Is Submitted

A protest under 37 CRR 1.291(a)mustbe submitted
in writing, must specifically identify the applicationto
which the protest is directed by application number or
serial number and filing date, and must include a list
ing of all patents, publications, or other information
relied on; a. concise explanation of the relevance of
each listed item; an English language translation of all
relevant parts of any non-English language document;
and be accompanied by a COpy ofeach patent, publi
cation, or other document relied on. Protestors are
encouraged to use form PTO-1449 "Information Dis
closure Statement" (or an equivalent form) when pre"

" ,'. "..' .. " .0 .. " .. , ',',,_',',_,

paring aprotest under 37 CRR1291, especiallythe
listing enumerated under 37 CFR 1.291(b)(1).See
MJ>EP § 609. In addition, the protest and any.accom
panying papers must either (1) reflect that a.copy of
the same.has been served upon the applicant or upon
theapplicant's attorney or agent of record; or (2) be

.... .0 .. •••••••• .. _ ....

filed with thy Office in duplicate in the event service
is not.possible,

It. is important that any protest against a pending
application specifically identify the application to
which the protest is directed with the identification
being as complete as possible. If possible, the foliow
ing information should be placed on the protest:

(A) Name of Applicant(s).
(B) Application number (mandatory).
(C) Filing date of application.
CD) Title of invention.
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(E) Group art unit number (if known).
(F) Name of examiner to whom the application is

assigned (if known).
(G) Current status and location of application (if

known).
, (H) The word "ATTENTION:" followed by the

area of the Office to which the protest is directed as
set forth below.

In addition to the above information, the protest
itself should be clearly identified as a "PROTEST
UNDER 37 CPR 1.29l(a)." If the protest includes
exhibits or other attachments, these should als() con
tain identifying information thereon in order to pre
vent themfrom becoming inadvertently separated and
lost.

Any protest can be submitted by mail to the Assis
tant Commissioner for Patents, Washington, D.C.
20231, and should be directed to the attention of the
Director of the particular Technology Center in which
the application is pending. If the protestor is uriable to
specifically ideritify the application to which the pro"
test is directed, but, nevertheless, believes such an
application to be pending, the protest should be
directed to the attention of the Office of Petitions,
along with as much identifying data for the applica
tion as possible. Protests which do not adequately
identify a pending patent application will be returned
to the protestor and will not be furtherconsidered by
the Office.

Where a protest is directed to a reissue application
for a patentwhich is involved in litigation, the outside
envelope and the top right-hand portion of the protest
should be marked With the words "REISSUE LITI"
GATION." The notations preferably should be written
in a bright color with a felt point marker. Any "REIS
SUE LITIGATION" protest mailed to the Office
should be so marked and mailed to BOX DAC.How
ever, in view of the urgent nature of most "REISSUE
LITIGATION" protests, protestor may wish to hand"
carry the protest to the appropriate areain order to
ensure prompt receipt arid to avoid any unnecessary
delays.

INITIAL PROTEST .sUBMISSION MUST BE
COMPLETE

A protest must be complete and contain a copy of
every document relied on by protestor, whether the
document is a prior art document, court litigation

material, affidavit, or declaration, etc.', because a pro
testor will not be given an opportunity to supplement
or complete any protest which is incomplete. Active
participation by protestor ends with the filing of the
initial protest, as provided in 37 CFR 1.29l(c), and no
further submission on behalf of protestor will be
acknowledged or considered, except for additional
prior art, or unless such SUbmission clearly raises new
issues which could not have been earlier presented.
Protests which will not be entered in the application
file include those further submissions in violation of
37 CFR 1.291(c) by which protestor merely seeks to
participate in the examination process. For example,
mere arguments relating to an Office action or an
applicant's reply would not qualify as a new protest.
Likewise, additional comments seeking to bring in
further or even new data or information with respect
to ari issue previously raised by protestor would not
qualify as a new protest. The Office will not add these
arguments or comments to the original protest and
will not enter them in the application file.

Even new protests which also argue Office actions
or replies or any matter beyond the new issue should
not be accepted. Improper protests will be returned by
the Technology Center (TC) Director. While improper
protests will be returned, a new protest by an earlier
protest()r ",ill be proper and can be entered if it is
clearly limited to new issues which could not have
been earlier presented, and thereby constitutes a new
protest.

As indicated in 37 CPR 1.291(b)(3), a protest must
be accompanied by a copy of each prior art document
relied on in order to ensure consideration by the
examiner, although a protest without copies of prior
art documents will not necessarily be ignored. While a
protest without copies of documents will not neces
sarily be ignored, the submission of such documents
with the protest will obviously expedite and ensure
consideration of the documents, which consideration
might not otherwise occur. Further, some documents
which are available to protestor may not be otherwise
available to the Office.

Every effort should be made by a protestor to serve
a copy of the protest upon the'attorney or agent of
record or upon the applicant if no attorney or agent is
of record. Of course, the copy served upon applicant
or upon applicant's attorney or agent should be a com
plete copy including a copy of each prior art or other
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document relied on in the same manner as required by
37 CFR 1.291(a) for the Office copy; The protest filed
in the Office should reflect, by an appropriate "Certif
icate of Service," that service has been made as pro
vided in 37 CFR 1.291(a). Only in those instances
where service is not possible should the protest be
filed in duplicate in order that the Office can attempt
service.

1901.04 When Should.the Protest Be
Submitted

A protest under 37CFR 1.291(a)mustbesubmitted
prior to the date the application was published.or the
mailing of a notice of allowance under 37 CFR 1.311,
whichever OCClll'S first, and the application must be
pending when the protest and application file are
brought before theexaminerinorder to beensuredof
consideration. As a practical matter, any protest
should be submitted as soon as possible after the pro
testor becomes aware of the existence of theapplica
tion to which the protest Is' to be' directed: By
submitting a protest early in the examinationprocess,
i.e., before the Office acts 011 the application if possi
ble, the .protestor ensures that the.protest will receive
maximum consideration and will be of the most bene"
fit to the Office in its examination of the application.
Aprotest'submitted after the mailing of the notice of
allowance will not knowingly be ignored ifthe protest
includes prior art documents which dearly anticipate
or clearly render .obvious one or more claims. How-:
ever, the likelihood of consideration of a protest
decreases as the patent date approaches.

A protest filed after final rejection and complying
with 37 CPR 1.291(,,) will be.considered if the appli
cation is still pending when the protestandapplica
tion are provided. to the examiner. However,
prosecutionwillnotordinarily be reopened after Iinal
rejection if the prior art cited in the protest is merely
cumulative of the prior art cited in the final rejection.
If it protest is not submitted within the time period set
forth in 37CFR 1.291(a)(I)it will be acknowledged
asset forth in MPEP § 1901.05 only if a self
addressed postcard is included with the protest, and
referred to the examiner having charge of the subject
matter involved for handling as set forth in MPEP
§ 1901.06.

A protest with regard to a reissue application
should be filed within the 2-month period following

announcement of the filing of the-reissue application
in the Official'Gazette. If, forsome reason, the protest
of the reissue application cannot be filed within the 2
month peri0<lproyidedby MPEP§1111, the protest
can be submitted at alater time, but the protestor must
be ,aware that reissue applications arlO "special" and a
later.filedprotest may bereceived lifter action by the
examiner, Any.request.by a protestor ina reissue
application for an extension of the }-rnonth period
folloWi~g the announcement in the 'Official Gazette
will be considered only if filed in the.form of a peti
tion under.S? CF,R. 1.182 and accompanied.by the
petition fee set forth in 37CFR 1.17(h).Th" petition
under37 CFR 1.182anO the petition fee mustbe fil"o.
prior to the expiration of the 2-monthperiod provided
byMPEP § 1441. The petition must explain why the
additional time is necessaryand the nature of thepro
test intended. A copy of such petition must be served
UPOIl applicant in accordance withS? CPR 1.248. The
petition should be directed to the appropriateTechnol
ogy Center (TC)which will forward the petition to the
Office of Petitions for decision. Any such petition will'
be critically reviewed as to demonstrated need before
being-granted since the delay of examination of it reis
sue. application. of another party is being requested.
Accordingly, therequests should be made only where
necessary,for the minimurnperiod required, and with
a justification establishing the necessity for the exten
sian.

If theprotestis a "REII)SUE LIT~GATION" pro,
test, itisparticularly important that it be filed early if,
protestor wishes .itconsidered at the time theOffice
first acts on the application. Protestors should be
aware that the ()ffice will entertain petitions under 37
CB~ 1.182, when accompauied by the petitionfee set
forth in 37 CFRU7(h), to.waive the 2-month delay
Period of MPEP.§ 1441 in appropriate circumstances.
Accordingly, protestors to .reissue applications cannot
automatically ass~e that the, full 2-mqnth delay
period of MPEP§ J 441 will always beavailable,

If a protest is filed in a reissue application related to
a patent involved in a pending interferenceproceed
ing, the reissue application shonldbereferred to the
Office of the Deputy Commissioner for Patent Exami
nation Policy before the ptotestis consideredand the
application is acted on by the TC. See also MPEP
§ 1441 as to the filing of a protest in areissueapplica
tion.
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1901.05 Initial Office Handling and
Acknowledgment of Protest

PROTESTS REFERRED TO EXAMINER

Protests filed against pending applicationswill be
referred to the examiner having charge of the applica
tioninvolved. 37 CPR l.291(a). A protest specifically
identifying the application to which it is directed will
be entered in the applicatioll file, if (I) the protest is
submitted prior to the publicationoftheapplication or
the mailing of a notice of allowance under 37 CFR
1.311, whichever occurs first, (see MPEP § 1901.04)
and (2) a copy has been served on applicant in accor
dance with 37 CPR ·1.248, or a duplicate copy is filed
with the Office in the event service is not possible.
37 CFR 1.291(a).

A protest where the application is specifically iden
tified, which is submitted in conformance with
37 CPR 1.291(a) and (b), will be considered by the
Office,

PROTEST DOES NOT INDICATE SERVICE

If the protest filed in the Qffice does not, however,
indicate service on applicant or applicant's attorney or
agent, and is not filed in duplicate, then the Office will
undertake to determine whether or not service has
been made by contacting applicant or applicant's
attorney or agelltby telephone or in writing to ascer
tain if service has been made. If service has not been
made and no duplicate has been filed, then the Office
may request protestor to file such a duplicate before

. the protest is referred to the examiner. Alternatively; if
the protest involves only a few pages; the Office may,
in its sole discretion, elect to reproduce the protest
rather than delay referring it to the examiner. If dupli
cate protest papers are mailed to applicant or appli
cant's attorney or agent by the Office, the application
file should reflect that fact, either by a letter transmit
ting the protest or, if no transmittal letter is used, sim
ply by an appropriate notation in the "Contents"
section of the application file wrapper.

ACKNOWLEDGMENT OF PROTEST

A protestor in an Original or reissue application will
not receive any communications from the Office relat-

ing to the protest, or to the application, other than the
return of a self-addressed postcard which protestor
may include with the protest in order to receive an
acknowledgment that the protest has been received by
the Office. 37 CFR 1.291(c). The Office will
acknowledge a protest by return of the self-addressed
postcard prior to the protest's entry into the applica
tion file or return to the protestor, as appropriate.

APPLICATIONS AND STATUS THEREOF
MAINTAINED IN CONFIDENCE

The postcard acknowledging receipt of a protest in
other than a reissue application will not and must not
indicate whether such application in fact exists or the
status of any such application. Office employees must
exercise care to ensure that. matters relating to .appli
cations are not discussed with protestor or communi
cated inwriting to protestor. Original applications are,
of course, required by 35 U.S.c. 122 to. be kept in
confidence unless published pursuant to 35 U.S,C.
122(b).. Thus, unless a protestor has been granted
access to an original application, the protestor is not
entitled to obtain from the Office any information
concerning the same, including the mere fact that such
an application exists. Petitions for access to patent
applications with the exception of applications
involved in or related to a proceeding before the
Board of Patent Appeals or Interferences are decided
by the Office of Petitions pursuant to delegation con
tained in MPEP § 1002.02(b). Reissue applications
filed on, or after, March I, 1977 are pursuant to
37 CFR 1.l1(b) "open to inspection by the general
public." After an application is published pursuant to
35 U.S,C. 122(b), a copy of the file wrapper of the
published application may be requested by filing a
written request Under 37 CPR 1.l4(c)(2) including the
fee as set forth in 37 CPR 1.l9(b)(2).

The Office will communicate with the applicant
regarding any protest entered in an application file
and may require the applicant to supply information
pursuant to 37 CPR 1.291(c), including replies to spe
cific questions raised by the protest, in order for the
Office to decide any issues raised thereby. Under
37 CPR 1.291(c), the examiner can require the appli
cant to reply to the protest and answer specific ques
tions raised by the protest.
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PROTEST 1901.06

1901.06 Examiner Treatment ofProtest

Office practice as defined in 37 CFR 1.29l(a) gives
recognition to the value of the written protests in
avoiding the issuance of invalid patents. However, the
fact that One or more protests has been filed in an
application, whether the application is an original
application or a reissue application, does not relieve
the examiner from conducting a normal examination
on the merits, including the required search. Evideuce
submitted in a protest will be considered on the same
basis as other ex parte evidence. In re Reuter, 651
F.2d 751, 758, 210 USPQ 249, 255 (CCPA 1981).

INITIAL REVIEW

An examiner initially recervmg a protest will
immediately reviewthe same for the following:

(A) To ensure that either the protest or the appli
cation file wrapper indicates that a copy of the protest
has been served on applicant or applicant's attorney or
agent. If a copy is notindicated as having beeu served
on applicant or applicant's attorney and is not filed in
duplicate, theu the examiuer should undertake to
determine whether or not service has been made by
contacting applicant or applicant's attorney or agent,
but not protestor. Ifit has, this should be noted on the
protest or on the application file. If service has not
been made, the protest and application file should be
brought to the attention of the TC Director for appro
priate action. See MPEP § 1901.05.

(B) A protest raising issues of "fraud," "inequita
ble conduct," or "violation of duty of disclosure" will
be entered in the application file, generally without
comments on those issues.

If a protest is filed in a reissue application and the
reissue application is related to a patent involved in a
pending. interference proceeding, such application
should be referred to the Offic.e of Patent Legal
Administration before considering the protest and act
ing on the applications.

PERIOD FOR COMMENTS BY APPLICANT

If the primary examiner's initial review reveals that
the protest is ready for consideration during the exam
ination, the examiner may nevertheless consider it
desirable, or necessary, to obtain applicant's com"
ments on the protest before further action. In such sit-

uations, the examiner will. offer applicant an
opportunity to file comments within a set period, usu
ally 1 month, unless circumstances warrant a longer
period.

Form Paragraph 19.01 can be used to offer appli
cant an opportunity to file comments on the protest.

'f[ 19.01 Period for Comments on Protest by Applicant
A protest against issuance of a patent based upon this applica

tion has heen filedund"r37 CPR 1.291(a) on [11,and aC9PY [21,
Any comments or reply applicant desires to file before consider
ation of the protest must hefiled by [31-

Examiner Note:
1. Applicant is normally given one month to submit any com
ments, .. unless. circumstances in the case. would warrant a longer.
period. '

2. A copy of this Office action is NOT sent to the protestor. See
37 CPR 1.291(c).
3. In bracket 2, insert either-. has been served on applicant-- or
~ is attached.hereto->.

. Where necessary or desirable to decide questions
raised by the protest, under 37 CFR 1.291(c) the pri
mary examiner can require the applicant to reply to
the protest and answer specific questions raised by the
protest. The primary examiner canuot require a r~ply

to questions relating to "fraud," "inequitable con"
duct," or "violation of the duty of disclosure" since
those issues are generally not commented on by the
Office. Any questions directed to applicant by the pri
mary examiner must be limited to seeking answers
reasonably necessary in order for the primary exam
iner to decide questions raised by the protest and
which are before the primary examiner for decision.
The primary examiner is not permitted, under 37 CFR
1.291(c), to seek answersto questions which are not
before the primary examiner for decision. The pri
mary examiner must use care in requiring information
from applicant pursuant to 37 CFR1.29l(c) to ensure
that the required information is necessary to the deci
sion to be made.

Form Paragraph 19.02 can be used to require addi
tional information from applicant regarding issues
raised by the protest.

'f[ 19.02 Requirementfor Information
The protest under 37,CFR 1.291 filed on [1] has been consid

ered. In order to reach afull and proper considerationof the issues ..
raised therein, .it _is necessary to obtain additional il1formatio~
from applicant regarding these issues. In particular [2]. The failure
to reply to this requirement for information-within ONE MONTH
or, TlllRTY ·DAYS,whichever is longer,.of the mailing date of
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this requirement will-result in abandonment of the' application.
Thistimeperiodmaybe extended under the provisions of 37 CFR
1.136.

Examiner Note:

While-the examiner normally shouldnot need further informa
tion from applicant, this form paragraph may be used to request
specific additional- information from the applicant.

PROTESTOR NOT PERMITTED TO COM
PLETE INCOMPLETE PROTEST

A protestor may not complete an incomplete pro
test, nor further participate in, or inquire as to the sta
tus of, any Office proceedings relating to the initial
protest. 37 CFR 1.291. The examiner must not, there
fore, communicate with protestor in any way and will
not consider a .later submission by protestor, except
for additional prior art, or unless such submission
raises new issues which could not have been earlier
raised and constitutes in effect a new' protest (see
MPEP § 1901.07). Improper protests will be returned
by the TC Director.

TREATMENT OF TIMELY SUBMITTED PRO
TEST

If the protest has been timely submitted, i.e., before
the publication of the application or the mailing of a
notice of allowance under 37 CPR 1.311, whichever
occurs first, and the application is still pending when
the protest and application file are brought before the
examiner, the examiner must consider each of the
prior art orother documents submitted in conform
ance with 37 CFR 1.29l(b). At least those prior art
documents which the examiner relies on in rejecting
claims will be made of record by means of form PTO
892, unless the protestor has listed such prior art or
other documents on form PTO-1449 (or an acceptable
substitute as provided by MPEP § 609), in which case
the examiner will place the examiner's initials adja
cent to the citations in the boxes provided on the form
PTO-1449 (see MPEP § 609). Where the prior art or
other documents have not been cited on a PTO-892, or
listed and initialed on a PTO-1449, the examiner will
place a notation in the protest paper adjacent to the
reference to the documents. The notation should
include the examiner's initials and the term
"cheeked." The examiner will also indicate in the next

Office action that all documents submitted have been
considered.

It is not intended that the examiner be overly tech
nical in construing 37 CPR 1.29l(b) and refuse con
sideration of a protest because it does not include all
of the contents enumerated by 37 CFR 1.29l(b). The
examiner should consider the protest to the extent it is
helpful even though one or more of the listed items is
omitted.

Where prior art or other documents are considered
by the examiner, even though not submitted in full
conformance with 37 CPR 1.29l(b), the examiner
must, for all those documents considered but not listed
on the form PTO-892, (1) mark "checked" and place
the examiner's initials beside each citation, or (2)
where all the documents .cited on a given page have
been considered, mark "All checked" and place the
examiner's initials in the left-hand margin beside the
citations. See MPEP § 609. Where prior art or other
documents are listed by the protestor on form PTO
1449, even though not submitted in full conformance
with 37 CFR 1.29l(b), the examiner must, for all
those documents considered, place the examiner's ini
tials adjacent to the citations in the boxes provided on
the form PTO-1449. Where the prior art or other doc
uments are listed by the protestor on form PTO-1449,
but are not submitted in full compliance with 37 CPR
1.29l(b), the examiner must, for all those documents
not considered, draw a line through the citation on the
form PTO-1449. See MPEP § 609. If a protest entered
in an application file complies with 37 CPR 1.29l(b),
the examiner is required to fully consider all the
issues, except for any issues of "fraud," :"inequitable
conduct," or "duty of disclosure" raised by the pro
testor, and clearly state the examiner's position
thereon in detail.

PROTEST FILED AFTER ALLOWANCE OR
THE PUBLICATION OF THE APPLICATION

If the protest is submitted after the publication Of
the application or the mailing of a notice of allowance
under 37 CPR 1.311, whichever occurs first, it should
not be entered in the application file. The applicant
should be notified that the protest is untimely and that
it is not being entered in the application file. The han
dling of the protest will vary depending on the partic
ular situation as follows.
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A. Service ofCopy Included RESULTS OF CONSIDERATION REPORTED
TO T.ECHNOLOGY CENTER (TC)DIRECTOR

Where the protest includes .an indication of service
of copy on the applicant, the original protest shouldbe
discarded.

After the examiner has considered the protest, the
examiner will report the results of such consideration
to theTCDirector.

B. Service ofCopy Not Included 1901.07 .Protestor Participation

Where the protest does not iuclude an indication of
service, the duplicate copy of the protest (if present)
should be discarded and the original protest papers
should be sent to the applicant along with.the notifica
tion of nonentry.

COPIES OF DOCUMENTS NOT SUBMITTED

If the protest is not accompanied by a copy of each
prior art or other document relied on as required by
37 CFR 1.291(b),the examiner will consider the doc
uments submitted. The protestor cannot be assured
that the examiner will consider the .missing docu
ment(s). However, if the examiner does so, theexam
iner will either cite the document on form PTO-892 or
place a notation in the protest paper adjacent to the
reference to the document which will include the
examiner's initials and the term "checked." If the
examiner considered a document not submitted, the
next Office action will so indicate.

CONSIDERATION OF PROTESTOR'S ARGU,
MENTS

In view of the value of written protests, the exam"
iner must give careful consideration to the points and
arguments made. on ..'behalf' of .: the .protestor. '. Any
Office action by the examiner treatingthe merits of a
timely submitted protest complying with 37 CFR
1.291(b) must specifically consider and make evident
by detailed reasoningthe examiner's position asto the
major arguments and points raised by the protestor.
While it is not necessary for the examiner to respond
to each and every minute argument or point, the major
arguments and points must be specifically covered.
The examiner will not, under any circumstances, treat
or discuss those arguments or points directed to
"fraud," "inequitable conduct," or "violation of duty
of disclosure.'.'

III accordance with the limited protestor participa
tion in protests, 37 CFR 1.291(c) was amended effec
tive July I, 1982; and further amended on December
I, 1997, to provide that:

"limited involvement ofthe member of the _pu~lic filing. a
protest ... ends with the filing of the protest, and-no fur
ther submission on behalf of the protestor will be.consid
ered, except for additional prior _art, or. unless such
submission raises new issues which could not have been
earlier.presented,"

37 CFR1.291(c) was amended effective December
1, 1997; by removing the blanket limitation of one
protest per protestor, and now provides for a second or
subsequent submission in the form of additional prior
art.. However, mere argument that is later submitted
by an initial protestor would not be entered and would
be returned unless it is shown that the argument
relates to ~.(lew issue that could not have.peen earlier
raised. Prior art submitted by a previous protestor
prior to the publication of the application or the mail
ing of the notice of allowance under 37 CFR 1.311,
whichever occurs first,will be made of record without
a showing that it relates to a new issue. However,it
should be.notedthat entry of later submitted prior art
in.thefilerecord does not assure its considerationby
the exanriner if submittedlate in theexamination pro;
cess. ~~e MPEP § 1901 and § 1901.04. Acc~rdingly,
initial. protests should be as complete as possible
when first filea. The mere filing of a protest does not
grant access to protestor or relieve the Office of its
obligations under 35 U.S.C. 122 to maintain applica
tions "in confidence." Nor does the mere filing of a
protest. automatically mean that protestor will have
arty .."right" to..participate to any particular degree.
37CFR 1.291(c) does not permit protestor, or any
other member of the public, to contact Or receive
information from the Office as to the disposition 01"
status of the protest, or the application to which it is
directed, or to participate in any Office proceedings
relating to the protest. The Office does not serve cop-
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ies of Office actions or other documents mailed by the
Office on protestors, and does not require applicants
to serve copies of papers filed with the Office on pro
testors. Furthermore, a protestor is not permitted to

participate in interviews, appeal a decision by the

examiner adverse to the protestor to the Board of

Patent Appeals and Interferences, or participate in an

appeal. by applicant. The disposition of the protest

will, once it has been filed under paragraph (c), be an
ex parte matter between the Office and the applicant.

Where protestor has access to an application, for

example, a reissue application which is open to the

public and may be inspected under 37 CFR 1.11, the

proceedings may thereby be monitored.

Under 37 CFR 1.291(c), applicant may be required

by the Office to reply to a protest. Any reply thereto
would be ex parte and would not be served on the pro

testor. The ex parte nature of the requirements for

information under paragraph (c) differs from past

practice under which information could be required,

or requested, from applicant and one or more protest

ors.

1901.07(a) Filing of Multiple Papers
Relating to Same Issues

Under 37 CPR 1.29l(c), protestor participation
ends with the filing of the initial protest, and protestor

will not be allowed to complete any protest that is
incomplete. No further submission on behalf of pro

testor will be considered, except for additional prior

art, or unless such submission clearly raises new
issues which could not have been earlier presented.

Protests which will not be entered in the. application

file include those further submissions in violation of
37 CPR 1.29l(c) by which protestor seeks to partici

pate in the examination process. For example, mere

arguments relating to an Office action or anappli
cant's reply would not qualify as a new issue. Like

wise, additional comments seeking to bring in further

or even new data or information with respect to an

issue previously raised by protestor would not qualify
as a new issue. Even new protests which also argue

Office actions or replies or any matter beyond the new

issue should not be accepted. Improper protests will

be refused consideration and returned by the Technol

ogy Center (TC) Director. While improper protests

will be returned, a new protest by an earlier protestor

will be proper and can be entered if it is clearly lim

ited to new issues which could not have been earlier

presented.

1906 Supervisory Review of an
Examiner's Decision Adverse
to Protestor

As pointed out in MPEP § 1901.07, a protestor can

not appeal to the Board of Patent Appeals and Inter

ferences from an adverse decision of the examiner.

Further, a decision by examiner adverse to a protestor

is final, and under the restricted protestor participation

permitted under 37 CFR 1.291(c) is not petitionable to

the Commissioner.

1907 Unauthorized Participation by
Protestor

Office personnel must exercise care to ensure that

substantive matters relating to the application are not

discussed ex parte with protestor or communicated in

writing ex parte to protestor. The examiner must not

communicate in any manner with protestor. See

37 CPR 1.29l{c).

1920 Citation of Prior Art Under
37 CFR 1.501(a)

37 CFR 1.501(a) permits any person at any time

during the period of enforceability of a patent to cite

to the Office, in writing, prior art consisting of patent

and printed publications which that person states to be

pertinent and applicable to the patent and believes to

have a bearing on the patentability of any claim(s) of

the patent. See MPEP § 2202 - § 2208.

•••••••••••••••••••••••••••••
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Chapter 2000··Duty ofDisclosure

Dutytodisclose information material to,

Duty of Disclosure, Candor, and
GoOd Faith

2001

37 CFR i.Sf?,
patentability.

(a) A patent.byits.very nature is affected-with a public.inter
est..The publicfnrerest is, best served, .andthe. most :effective
patent examinationoccurs whenvat the .rime an applicationfs
being examined, the Office is aware of and evaluatesthe teachings:
of.all information material ~o pat~nt~~ility. E;achin~vidual~ssoci
at~.,",:itli jhefiling andpr()secY.tio~of a,patentapplicationhas ~

duty .of candor H:nd. ~Wpd fai~l indealing with the 0ffiq~: ,V{hi<:h
inslud~s: a dP:tytq disclose to the Off1c,e,~n. information kn0¥(rl to
that ,individu,al to ',b,e material to .. patentability:.. as, defined in, this,
section. The duty t(l _. discloseinformationexists with, respectto
each pending claim until the Claimis cancelled or withdrawn from
consideration, or the:application becomes .abandoned, Information
material to the patentability of a claim that is JaJ!.celled orwith
drawn from consideration need not be submitted if the informa
tion is no~~at:erial,t,othe pate~~ability of~Y::9laim,remaini~g

under consideration in the application. There is no duty to submit
information which is not,material to the patentability of any exist
ing claim. The duty to disclose all information known to be'mate
rial to patentability is deemed to be satisfied if all Informatiorr
known to be material to patentability of any claim issued in a
patent was cited by the Office or submitted to the Office in the
mannerprescribed by§§ 1.97(b),(d) and 1.98. However, no patent
will be granted:on"an<ipplication.in·connection with,which fraud
on the Office was practiced or attempted or the duty of disclosure'
was .. violated throughbad.faith or intentional' misconduct. The
Office encourages applicants to carefully examine:

(1) ,Pri()r,art cited in search reports ofa foreign patent
office in a counterpartapplication, and '

(2) The closest informationover which individuals .asso
dated with the filing,or.prosecution of a patentapplication.believe
any pending claim patentably defines, to make sure that any mate
rial information contained therein is'disclosed to the Office.

-.'.(1?) .Under this section, .information is material to patcntabil
ity when it is not cumulative to information already of record or
being made ofrecord' in the application, arid

(1) It establishes; by itself-or in combination with other
information, z ptima fiicie case ofunpatentability of a claim; or

(2)· It refutes" oris inconsistent with, a position .the appli
cant takes in:

(i) Opposing an argument of unpatentability relied on

bytheOffke,?r •..•.......... ,' .. ,'. ' .. '
(ii)' Asserting an argument of patentability;

A 'primdfacie case of unpatentability is established when'
theinformation compels a conclusion that a claim is unpatentable
under, the preponderance.of-evidence, burden-of-proof standard;
giving each term.in the claim its broadestreasonable.construction
consistentwith the specification, an4 before .any consideration is,
gi,,~n 'to. eVideft~~whiCh may be .submitted in an attempt toestab R

'

lish a contrary conclusion of patentability.

'(c), Indl-iiduaIs"assoCi'ated, with the filing or prosecution ofa
patent application:within the,meaning of this section 'are:

Determination.of "Error Without AnyDeceptive
Intention"

Introduction

Introduction

Reissue Applications Involving .Issues.cf Fraud,
Inequitable Conduct.and/or Violation of Duty of
Disclosure

Duty of Disclosure; Candor, and OoodFaltb

~o..fiasDuty.T?: Disclose

To whomDuty.of Disclosure Is Owed ,

Information Under 37.CFR1.56(a)

Materiality Under37 CPR 1.56(b)

2022.05

2012

2012.01 Collateral Estoppel

2013 Protests 1nyolvingIssUes of Fraud, Inequitable
Conduct, and/or Violation.of Duljrof, D,is'Closure

Duty of Disclosure In.Reexamination Proceedlngs

Fraud, Inequitable Conduct, or Violation of Duty of
Disclosure Affects AllClafjns

2014

2016

2000.01

Sources of Information

Prior Art CitedIn Related Foreign Applications

In:formation Rel~tiri~;to or From copendi'rig United
States Patent 'Applications

Infonn~tionl:'r~mReiatedLitig~tion;

Information Relating to,(Jaims Copied From a
Patent

2002 Dtsclosnre.c-cBywbom andHowMade

2002.01 By Whom Made

2002.02 Must be in Writing

2003 Disclosure - When Made

2003,.01 Disclosure AfterPatent Is Granted

2004 Aids to ComplianceWitlt Duty of Disclosure

2005 Comparison toR~qtiirement for Information

2010 Office Handling of Duly ofnisclosurelIneqnii~lJle
Conduct Issues

2001.06(c)

2001.06(d)

This Chapter deals with the.duties owed-toward the
U.S. Patent and Trademark Office by the inventor and
every other individual who is substantively involved
in the p~eparation. or prosecution of th~ application
and who is associated with the inventor or the inven
tor's assignee. These duties, of candor and good faith
and disclosure, have been codified in 37 CFR L56,as
promulgated pursuant to carrying out the duties of the
Commissioner under Sections 2, 3, 131, and 132 of
Title 35 of the United States Code.

2000.01

2001

2001.01

2001.03

2001.04

2001.05

2001.06

2001.06(a)

2001.06(b)
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(1), Each inventor named ill;the application;

(2) Each attorney or agent who prepares or prosecutes the
application; and

. (3) Every, oilier person who .is substantively involved in
the preparation or prosecution of the application and who is asso
ciated with the inventor, with the assignee or with anyone to
whom there is an'obligationto assignthe application.

(d) Individuals other than the attorney, 'agentor inventormay
comply with this section by disclosing information to the attorney,
agent, or inventor.

(e) In any contiil~ation-in~part applicationjheduty under
thissec~on includes the duty to disclose to the Office all informa
tion kn~wnto thepersor to be material to patentability, as defined
in paragraph (b) of this ~ecti?I1' ~hi,?hbecame aVailabl~,between
the filing date,of, the, prior ,~IJ~lication and the national or rcr
internatioTI<ll filing date of the continuation-in-part application.

37 CFR 1.56 defines the duty to disclose informa
tion to the Office.

2001.01 Who Has Duty To Disclose'

37 CFR 1.56. Duty to disclose information material to
patentability.

*****

(c) Indiv'idu3.ls associated with the"filing 'or prosecution of a:
patent application within the meaning of this Section are:

(IjEach inventor named in the application;

(2) Each attorney or agent who prepares or 'prosecutes the:
application; and

(3) Every other person who is substantively involved in
the preparation or prosecutiori'ofthe application andwho is asso
ciatedwith the inventor, withfhe assignee Of' with anyone to
whom there is' an obligation to assign the application.

*****

Individuals having a duty of disclosure are limited
to those who are "substantively involvedin the prepa
ration or prosecution of the application." This is
intended to make clear that the duty does not extend
to typists, clerks, and similar personnel who assist
with an application.

The word "with" appears before "the assignee" and
"anyone to whom there is,an obligation to assign" to
make clear that the duty applies only to individuals,
not to organizations. For instance, the duty of disclo
sure would not apply to a corporation or institution as
such. However, it would apply to individuals within
the corporation or institution who were sUb~tantively

involved in the preparation or prosecution, of the
application, and actions by such individuals may
affect the rights of the corporation or institution.

2001.03 To Whom Duty of Disclosure
Is Owed

37 CFR 1.56(a) states that the "duty of candor and
good faith" is owed "in dealing with the Office" and
that all associated with the filingandprosecution of a
patent application have a "duty to disclose to the
Office" material information. This duty "in dealing
with" and "to" the Office extends, of course, to all
dealings which such individuals have with the Office,
and is not limited to representations to or dealings
with the examiner. For example, the duty would
extend to proceedings before the Board of Patent
Appeals and Interferences and the Office of the Assis
tant Commissioner for Patents.

2001.04 Information Under 37 CFR
1.56(a)

37 CFR 1.56. Duty to disclose information material to

patentability. , ,,' ,',' .
(a) A patent by its very nature is affected with a public

interest. The public interest is best served, and the most effective
patent examination occurs when" at .the time an application is
being~xamined,the Office is aware ofand evaluates the teachings
of all information material to patentability. Each individual associ
ated with the filing and prosecution of a patent application has a
duty of candorand good faith in dealing: with the Office, which
includes a duty to disclose-to the Office all information known to
that individual to be material to patentability -as defined in this
section. The duty to disclose information exists with respect to
each pending"claim until the claim i~ cancelled or withdrawn from
consideration, or the application becomes abandoned: Information
material to the patenrability of a claim that' is cancelled or with
drawn from consideration need not be submitted if the informa
tion is not material to, the patentability, of any claim remaining
under consideration in the application. There is no duty to submit
information which is not material to the patentability of any exist
ing claim. The duty to disclose all information known to be mate
rial to patentability is deemed to be satisfied if all information
known to be material to patentability of any claim issued in a
patent was cited by the Office or submitted to' the Office in the
manner prescribed by §§ 1.97(b)-(d) and 1.98. However, no patent
will be granted on an application in comiection with which fraud
on the Office was practiced-or attempted or the.duty of disclosure
was violated through, bad faith. or intentional misconduct. The
Office encourages applicants to carefully examine:

(1) 'Prior art cited in search reports of a foreign patent
office in a counterpart application.und

(2) 'The closest information over which individuals asso
ciated with the filing or prosecution- of a patent application believe
any pending claim patentably defines, to make sure that any mate
rial information contained therein is disclosed to the Office.

*****
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The language of 37 CFR 1.56 (and 37 CFR 1.555)
has been modified effective March 16, 1992 to
emphasize that there is a duty of candor and good
faith which is broader than the duty to disclose mate
rial information. 37 CFR 1.56 further states that "no
patent will be granted OIi an application in connection
with which fraud on the Office was practiced or
attempted or the duty of disclosure was violated
through bad faith or intentional misconduct."

The Office strives to issue valid patents; The Office
has both an obligation not to unjustly issue patents
and an obligation not to unjustly deny patents. Inno
vation and technological advancementare best served
when an inventor is issued a patent with the scope of
protection that is deserved. The rules as adopted serve
to remind individuals associated with the preparation
and prosecution of patent applications of their duty of
candor and good faith in their dealings with the
Office, and will.aid the Office in receiving, in a timely
manner, the information it needs to carry out effective
and efficient examination of patent applications.

The amendment to 37 CFR 1.56was proposed to
address criticism concerning a perceived lack of cer
tainty in the materiality standard. The rule as promul
gated will 'provide greater clarity and hopefully
minimize the burden of litigation on the question of
inequitable conduct before the Office, while provid
ing the Office with the information necessary for
effective and efficient examination of patent applica
tions. 37 CFR 1.56 has been amended to present a
clearer and more objective definition of what informa
tion the Office considers material to patentability. The
rules do not define fraud or inequitable conduct which
have elements both of materiality and of intent.

The definition of materiality in 37 CFR 1.56 does
not impose substantial new burdens on applicants, but
is intended to provide the Office with the information
it needs to make a proper and independent determina
tion on patentability. It is the patent examiner who
should make the determination after considering all
the facts involved in the particular case.

37 CFR 1.56 states that each individual associated
with the filing and prosecution of a patent application
has a duty to disclose all information known to that
individual to be material to patentability as defined in
the section. Thus, the duty applies to contemporane
ously or presently known information. The fact that
information was known years ago does not mean that

it was recognized that theinformation is material to
the present application.

The term "information" as used in 37 CFR 1.56
means all of the kinds of information required to be
disclosed and includes any information which is
"material to patentability." Materiality is defined in
37 CFR 1.56(b)and discussed herein at MPEP §
2001.05. In addition to prior art such as patents and
publications, 37 CFR 1.56 includes, for example,
information on possible prior public uses, sales, offers
to sell, derived knowledge, prior invention by another,
inventorship conflicts, and the like.

The term "information" is intended to be all encom
passing, similar to the scope of the term as discussed
with respect to 37 CFR 1.291(a) (see MPEP
§ 1901.02). 37 CFR 1.56(a) also states: "The Office
encourages applicants to carefully examine: (1) prior
art cited in search reports of a foreign patent office in
a counterpart application, and (2) the closest informa
tion over which individuals associated with thefiling
or prosecution of a patent application believe any
pending claim patentably defines, to maJ,:e. sure that
any material information contained therein is dis
closed to the Office." The sentence does not create
any new duty for applicants; but is placed in the text
of the rule as helpful guidance to individuals who file
and prosecute patent applications.

It should be noted that the rules are not intended to
require information favorable to patentability such as,
for example, evidence of commercial success of the
invention. Similarly, the rulcsjire not intended to
require, for example, disclosure of information con
cerning the level of skill in the art for purposes of
determining obviousness.

37 CFR 1.56(a) states that the duty to disclose
information exists until the application becomes aban
doned. The duty to disclose information, however,
does not end when an application becomes allowed
but extends until a patent is granted on that applica
tion. The rules provide for information being consid
ered after a notice of allowance is mailed and before
the issue fee is paid (37 CFR 1.97(d)) (see MPEP
§ 609, paragraph B(3)). The rnles also provide for an
application to be withdrawn from issue

(A)because one or more claims are unpatentable
(37 CFR 1.313(c)(I));
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(B) for express abandonmentso thatinformation
may be considered in a continuing application before
a patent issues (37CFR 1.313(c)(3)); or

(C) for consideration ofa request for continued
examination (RCE) under 37.CFR 1.114 (37CFR
1.313(11.) and (c)(2)). Note that .RCE practice does
not apply to utility or plant applications filed before
June 8,. 1995 or .to design applications. See MPEP
§ 706.07(h).

See MPEP. § 1308 for additional. information, per
taining to withdrawal of an application from issue.

In a continuation-in-part application, individuals
covered by 37 CFRl.56 have aduty to disclose to the
Office all information known to be material to patent"
ability which became available between the filing date
of the prior application and the national or PCT inter
national filing date of the continuation-in-part appli-
cation .. See 37 CFR 1:56(e). ,

37 CFR 1.56 provides that tlJeduty ofdisclosure
can be met by submitting information t()the9ffise in
the manJ:ler prescribed by 37.CFR 1.97 and .1.98. See
MPEP §.609. Applicants are provid~d certain~ as to
when information will be considered, and applicants
will be informed when information is not considered.
N~te, ho~ever, that tile Office lTIay orderor conduct
reexamination proceedi~gs based on prior art that was
cited but whose relevance to patentability of the
claims was not discussed in any prior related Office
proceeding. SeeMPEP § 2242.

The Office does not believe that courts should, or
will, find violations of the duty of disclosure because
of unintentional noncompliance with 37 CFR 1.97
and 1.98. If the noncompliance is intentional, how
ever, the applicant will have assumed the risk that tile
failure to submit theinformation in a manner that will
result in its being considered by the examiner may be
held to be a violation.

The Office does not anticipate any significant
change in the quantity of information cited to the
Office. Presumably, applicants will continue to submit
information for consideration.by the Office in applica
tions rather than making and relying on their own
determinations of materiality. An incentive remains to
submit the information to the Office because it will
result in a strengthened patent and will avoid later
questions of materiality and intent to deceive. In addi
tion, the new rules will actually facilitate the filing .of

information since the burden of submitting infortna
tionto the Office has been reduced by eliminating, in
most cases, the requirement for a concise statement of
therelevanceof each item of information listed in an
information disclosure statement.It should also be
noted that 37 CFR 1.97(h) states that the filing of an
information disclosure statement shall not beconsid
ered to bean admission that the information cited in
the statement is, or is considered to be, material to
patentability as defined in 37 CFR 1.56.

2001.05 :Mat~riality Under 37 c:FR
1.56(b)

37 CFR 1.56. Duty to disclose information material to
patent ability.

*****
(b)'Under this section, Information-is ~~terialto patentabil

ity when it is not cumulative to information already of record or
beingmade of record in the application, and

(TiTt. establishes, by itself orin combination with other
information, a prima facie case of unpatentability of a claim; or

(2) It refutes, or is inconsistent with, a position the appli
cant takes in:

(i) Opposing an argument of unpatentability relied on
by the Office,or

(ii) Asserting an argument of patentability.

A prima facie case, of unpatentability is established when the
iriformation compels a 'conclusion 'that' a claim is: unpatentable
underthe preponderance of evidence, burden-of-proof standard,
giving, each term in the claimits broadest reasonable construction
consistent with the specification, and before any consideration is
given to evidence ¥(hich may be submitted in an attempt to estab
lish a contrary conclusion of patentability.

*****

Under the rule, information is not material unless it
comes within the definition of 37 CPR 1.56(b)(l) or
(2). If information is not material, there is no duty to
disclose the information to the Office. Thus, it is the
oretically possible for applicants to draft claims and a
specification to avoid a 'prima facie ca.se of obvious
ness over areference and then to be able to withhold
the reference from the examiner. The Office believes
that most applicants will wish to submitthe informa
tion, however, even though they may not be required
to do so, to strengthen the patent and avoid the risks of
an incorrect judgment on their part on materiality or
that it may be held that there was an intent to deceive
the Office.
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2001.06 Sources of Information

All individuals covered by 37 CFR 1.56 (repro
duced in MPEP § 2001.01) have a duty to disclose to
the U.S. Patent and Trademark Office all material
information they are aware of regardless of the source
of or how they become aware of the information.
Materiality controls whether information must be dis
closed to the Office, not the circumstances under
which or the source from which the information is
obtained. If material, the information must be dis
closed to the Office. The duty to disclose material
information extends to information such individuals
are aware of prior to or at the time of filing the appli
cation or become aware of during the prosecution
thereof.

Such individuals may be or become aware of mate
rial information from various sources such as, for
example, co-workers, trade shows, communications
from or with competitors, potential infringers, or
other third parties, related foreign applications (see
MPEP § 2001.06(a», prior or copending United
States patent applications (see MPEP § 2001.06(b»,
related litigation (see MPEP § 2001.06(c» and pre
liminary examination searches.

2001.06(a) Prior Art Cited in Related
Foreign Applications

Applicants and other individuals, as set forth in
37 CFR 1.56, have a duty to bring to the attention of
the Office any material prior art or other information
cited or brought to their attention in any related for
eign application. The inference that such prior art or
other information is material is especially strong
where it is the only prior art cited or where it has been
used in rejecting the same or similar claims in the for
eign application. See Gemveto Jewelry Co. v. Lambert
Bros., Inc., 542 F. Supp. 933, 216 USPQ 976 (S.D.
N.Y. 1982) wherein a patent was held invalid or unen
forceable because patentee's foreign counsel did not
disclose to patentee's United States counsel or to the
Office prior art cited by the Dutch Patent Office in
connection with the patentee's corresponding Dutch
application. The court stated, 542 F. Supp. at 943;
216 USPQ at 985:

Foreign patent attorneys representing applicants for
u.s. patents through local correspondent firms surely
must be held to the same. standards of conduct which

apply to their American counterparts; a double standard of
accountability would-allow foreign attorneys and their cli
ents to escape responsibility for fraud or inequitablecon
duct merely by withholding from the local correspondent
information unfavorable to patentability and claiming
ignoranceof United Statesdisclosure requirements.

2001.06(b) Information Relating to or
From Copending United
States Patent Applications

The individuals covered by 37 CPR 1.56 have a
duty to bring to the attention of the examiner, or other
Office official involved with the examination of a par
ticular application, information within their knowl
edge as to other copending United States applications
which are "material to patentability" of the applica
tion in question. As set forth by the court in Armour &
Co. v. Swift& Co., 466 F.2d 767, 779, 175 USPQ 70,
79 (7th Cir. 1972):

[W]e think that it is unfair to the busy examiner, no
matter how diligent and well informed he may be, to
assume thathe retains details of every.pending file in his
mind when he is reviewing a particular application . . .
[T]he applicant has the burden of presentingthe examiner
witha complete and accurate record to support theallow-'
ance of letterspatent.

See also MPEP § 2004, paragraph 9.
Accordingly, the individuals covered by 37 CFR

1.56 cannot assume that the examiner of a particular
application is necessarily aware of other applications
which are "material to patentability" of the applica
tion in question, but must instead bring such other
applications to the attention of the examiner. For
example, if a particular inventor has different applica
tions pending in which similar subject matter but pat
entably indistinct claims are present that fact must be
disclosed to the examiner of each of the iuvolved
applications, Similarly, the. prior art references from
one application must be made of record in another
subsequent application ifsuch prior art references are
"material to patentability" of the subsequent applica
tion.

Normally, if the application under examination is
identified as a continuation or continuation-in-part of
an earlier application, the examiner will consider the
prior art cited in the earlier application. The examiner
inust indicate in the first Office action whether the
prior art in a related earlier application has been
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reviewed. Accordingly, no separate citation of the
same prior art need be made in the later application.

2001.06(C) InformationFrom Related
Litigation

Where the snbject matter for which a patent is
being sought is or has been involved in litigation, the
existence of such litigation and any other material
information arising therefrom must be brought to the
attention of the U.S. Patent and Trademark Office.
Examples of such material information include evi
dence of possible prior public use or sales, questions
of inventorship, prior art, allegations of "fraud,"
"inequitable conduct," and "violation of duty of dis
closure." Another example of such material informa
tion is' any' assertion that is made during litigation
which is contradictory to assertions made to the
examiner. Environ Prods., Inc. v. Total Containment,
Inc., 43 USPQ2d 1288, 1291 (B.D. Pa. 1997). Such
information might arise during litigation in, for exam
ple, pleadings, admissions, discovery including inter
rogatories, depositions, and other documents and
testimony.

Where a patent for which reissue is being sought is,
or has been, involved in litigation. which raised a
question material to examination of the reissue appli
cation, such as the validity of the patent, or any alle
gationof "fraud," "inequitable conduct.t'or "violation
of duty of disclosure," the existence of such litigation
must be brought to the attention of the Office by the
applicant at the time of, or shortly after, filing the
application, either in the reissue oath or declaration,
or in a separate paper, preferably accompanying the
application, as filed. Litigation begun after filing of
the reissue application should be promptly brought to
the attention of the Office. The details and documents
from the litigation, insofar as they are "material to
patentability" of the reissue application as ·definedin
37 CFR1.56, should accompany the application as
filed, or be submitted as promptly thereafter as possi
ble. See Critikon, Inc. v. Becton Dickinson Vascular
Access, Inc., 120 F.3d 1253, 1258, 1259,43 USPQ2d
1666, 1670-71 (Fed. Cir. 1997) (patent held unen
forceable due to inequitable conduct based on paten
tee's failure to disclose a relevant reference and for
failing to disclose ongoing litigation).

For example, the defenses raised against validity of
the patent, or charges of "fraud" or "inequitable con-

duct" in the litigation, would normally be "material to
the examination" of the reissue application. It would,
in most situations, be appropriate to bring such
defenses to the attention of the Office by filing in the
reissue application a copy of the court papers raising
such defenses. At a minimum, the applicant should
call the attention of the Office to the litigation, the
existence and the nature of any allegations relating to
validity andlor "fraud," or "inequitable conduct"
relating to the original patent, and the nature of litiga
tion materials relating to these issues. Enough infor
mation should be submitted to clearly inform the
Office of the nature of these issues so that the Office
can intelligently evaluate the need for asking for fur
ther materials in the litigation. See MPEP§ 1442.04.

2001.06(d) Information Relating to
Claims Copied From a Patent

Where claims are copied or .substantially copied
from a patent, 37 CFR 1.607(c) requires applicant
shall, at the time he or she presents the claim(s), iden
tify the patent and the numbers of the patent claims.
Failure to comply with 37 CFR 1.607(c) may result in
the issuance of a requirement for information as to
why an identification of the source of the copied
claims was notmade.7

Clearly, the. information required by 37 CFR
1.607(c) as to the source of copied claims is material
information under 37 CFR 1.56 and failure to inform
the USPTO of such .information may violate the duty
of disclosure.

2002 Disclosure -' By Whom and
How Made

37 CFR 1.56. Duty to disclose information material to
patentability.

*****

(d): Individuals other than theattorney, agent orinventormay
comply with this sectionby disclosinginformation tothe attorney,
agent,-or inventor.

*****

2002.01 By Whom Made

37 CFR 1.56(d) makes clear that information may
be disclosed to the Office through an attorney or agent
of record or through a pro se inventor, and that other
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individuals may satisfy their duty of disclosure to the
Office by disclosing information to such an attorney,
agent, or inventor who then is responsible for disclos
ing the same to the Office. Information that is not
material need not be passed along to the Office.

2002.02 Must be in Writing

37 CFR 1.2. Business to be transacted in writing.
All business with the Patent and Trademark Office should be

transacted in writing. The" personal attendance' of applicants or
their attorneys or agents at the Patent and Trademark' Office is
unnecessary. The action of the Patent and Trademark Office will
be based exclusively on the written record in the Office. No atten
tion will be paid to any alleged oral promise, stipulation, or under
standing in relation to which there is disagreement or doubt.

37 CFR 1.4. Nature of correspondence and signature
requirements.

*****
(b) Since each file must be complete in itself, a separate

copy of every paper 'to be filed in a patent or trademark applica
tion, patent file, trademark registration file, or other proceeding
must be furnished for .each file to which the paper pertains, even
though the contents of the papers filed in two or more files may be
identical. The filing of duplicate copies of correspondence in the
file of an application, patent, trademark registration file, or other
proceeding should be avoided, except in situations in which the
Office requires the filing of duplicate copies. The Office may dis
pose of duplicate copies of correspondencein the file of an appli
cation, patent, trademark registration fileor other proceeding.

*****
A disclosure under 37 CFR 1.56 must be in writing

as prescribed by 37 CPR 1.2, and a copy of any such
disclosure must be filed in each application or other
proceeding to which the disclosure pertains (37 CPR
1.4(b».

2003 Disclosure - When Made

In reissue applications, applicants are encouraged
to file information disclosure statements at the time.of
filing or within 2 months offiling, since reissue appli
cations are taken up "special" (see MPEP § 1442 and
§ 1442.03). However, in a reissue where waiver ofthe
normal 2 month delay period of 37 CFR 1.176 is
being requested (see MPEP § 1441), the statement
should be filed at the time of filing the application, or
as soon thereafter as possible.

The presumption of validity is generally strong
when prior art was before and considered by the

Office and weak when it was not. See Bolkcom v.
Carborundum Co., 523 F.2d 492, 498, 186 USPQ
466,471 (6th Cir. 1975).

2003.01 Disclosure After Patent
Is Granted

BY CITATIONS OF PRIOR. ART UNDER 37
CFRl.501

Wherea patentee or any member of the public
(including private persons, corporate entities, and
government agencies) has prior patents or printed
publications which the patentee or member of the
public desires to have made of record in the patent
file, patentee or such member of the public may file a
citation of such prior art with the U.S. Patent and
Trademark Office pursuant to 37 CPR 1.501. Such
citations and papers will be entered without comment
by the Office. The Office does not of course consider
the citation and papers but merely places them of
record in the patent file. Information which may be
filed under 37 CPR 1.501 is limited to prior art patents
and printed publications. Any citations which include
items other than patents and printed publications will
not be entered in the patent file. See MPEP § 2202
through § 2208.

BY REEXAMINATION

Where any person, including patentee, has prior art
patents and/or printed publications which said person
desires to have the U.S. Patent and Trademark Office
consider after a patent has issued, such person may
file a request for reexamination of the patent (see 37
CFR 1.510 and MPEP § 2209 through § 2220).

2004 Aids to Compliance With Duty
of Disclosure

While it is not appropriate to attempt to set forth
procedures by which attorneys, agents, and other indi
viduals may ensure compliance with the duty of dis
closure, the items listed below are offered as
examples of possible procedures which could help
avoid problems with the duty of disclosure. Though
compliance with these procedures may not be
required, they are presented as helpful suggestions for
avoiding duty of disclosure problems.
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1. Many attorneys, both corporate and private, are
using letters and questionnaires for applicants .and
others involved with the filing and prosecution of the
application and checklists for themselves and appli
cants to ensure compliance with the duty of disclo
sure. The letter generally explains the duty of
disclosure and what it means to the inventor and
assignee. The questionnaire asks the inventor and
assignee questions about

- the origin of the invention and its point of depar
ture from what was previously known and in the prior
art,

- possible pnblic uses and sales,

.---cprior publication, knowledge, patents,· foteign
patents,etc.

The checklist is used by the attorney to ensure that
the applicant has been informed of the duty of disclo
sure and .that the attorney has inquired of and cited
material prior art.

The use of these types of aids would appear to be
lIlosthelpful, though not required, in identifying prior
art andmaywell help the attorney and the clientavoid
Of more easily explain a potentially embarrassing and
harmful "fraud" allegation.

2. It is desirable to ask questions about inventor
Ship. Who is the proper inventor? Are there dispntes
or possible disputes about inventorship? If \here are
questions, call them to the attention of the U.S. Patent
and Trademark Office.

3. It is desirable to ask questions of the inventor
about the disclosure of the best mode. Make sure that
the best mode is described. See MPEP § 2165 
§ 2165.04.

4. It is desirable for an attorney or agent to make
certain that the inventor, especially a foreign inventor,
recognizes his or her responsibilities in signing the
oath or declaration. See 37 CPR 1.69(a).

37 CFR 1.69. Foreign languageoaths and declarations.
(a) Whenever an individual ,making an oath or declaration

cannot understand English, the oath or declaration must be in a
language that'such individual can understand 'and shall state that
such individual understands the content of any documents to
which theoath ordeclaration relates.

*****

Note MPEP § 602.06 for a more detailed discus
sion.

5. It is desirable for an attorney or agent to carefully
evaluate and explain to the applicant and others
involved the. scope of the Claims, particularly the
broadest Claims. Ask specific questions about possi
ble prior art which might be material in reference to
the broadest claim or Claims. There is some tendency
to mistakenly evaluate prior art in the light of the gist
of what is regarded as the invention or narrower inter
pretations of the Claims, rather thal1 measuring the art
against the broadest Claim with all of its reasonable
interpretations. It is desirable to pick out the broadest
claim or Claims and measure. the materiality of prior
art against a reasonably broad interpretation of these
Claims.

6. It may be useful to evaluate the materiality of
priotart or other information from the viewpoint of
whether it is the Closestprior art or other information.
This will tend to put the prior art or other information
in better perspective. See Semiconductor Energy Lab
oratory CO. V. Samsung Electronics Co., 204 F.3d
1368, 1374, 54 USPQ2d 1001, 1005 (Fed. Cir. 2000)
("A withheld reference may be highly material when
it discloses a more complete combination of relevant
features, even if those features are before the patent
examiner in other references." (citations omitted)).
However, 37 CFR 1.56 may still require the submis
sion of prior art or other information which is not as
Close as that of record.

7. Care should be taken to see that prior art or other
information cited in a specification or in an informa
tion disclosure statement is properly described and
that the information is not incorrectly or incompletely
characterized. It is particularly important for an attor
ney or agent to review, before filing, an application
which was prepared by someone else, e.g., a foreign
application. IUs also .important that an attorney or
agent make sure that foreign clients, including foreign
applicants, attorneys, and agents understand the
requirements of the duty of disclosure, and that the
U.S. attorney or agent review any information disclo
sure statements or citations to ensure that compliance
with 37 CFR 1.56 is present. See Semiconductor
Energy Laboratory Co. v. Samsung Electronics Co.,
204 F.3d 1368, 54 USPQ2d 1001 (Fed. Cir. 2000).
During prosecution patentee submitted an untrans
lated 29-page Japanese reference as well as a concise
explanation of its relevance and an existing one-page
partial English translation, both of which were
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directed to less material portions of the reference. The
untranslated.portions of the Japanese reference.l'con
taiued a more complete combinatiou of the elements
claimed [in the patent] than auythiug else before
the PTO," 204 E3dat 1374, 54 USPQ2d atl005,The
patentee, whose uative language was Japanese,was
held to have uuderstood the materiality of the refer
ence. "The duty of candor does uot require. that the
applicant translate every foreign reference, but only
that the applicaut refraiu from submitting partial
translations and coucise explauations that it knows
will misdirect the exaruiner's attention from the refer"
ence's relevant teaching." 204 E3d at 1378,
54 USPQ2d at 1008. See also Gemveto Jewelry Co, v,
Lambert Bros" Inc" 542 E Supp, 933, 216 USPQ 976
(S,D.N,Y, 1982) wherein a patent was held invalid or
uuenforceable because patentee's foreign counseldid
not disclose to patentee's United States counselor to
the Office prior art cited by the Dutch Patent Office in
connection with the patentee's corresponding Dutch
application, The court stated, 542 E Supp. at 943,
216 USPQ at 985:

Foreign patent attorneys representing applicants' for
U.S. patents through local correspondent firma-surely
must be held to the same standards of conduct which
apply to their American counterparts; a,double standardof
accountability would allow foreign attorneys and theireli
ents to escape responsibility for fraud or inequitable con
duct merely by withholding from the local correspondent
information unfavorable to patentabilityand claiming
ignorance of United States disclosure requirements.

8, Care should be taken to see that inaccurate state
ments or inaccurate experiments are not introduced
into the specification, either inadvertently or inten
tionally. For example, stating that an experiment "was
run" or "was conducted" when in fact the experiment
was not run or conducted is a misrepresentation of the
facts, No results should be represented as actual
results unless they have actually been achieved, Paper
examples should not be described using the.past tense,
See MPEP § 608,01(p) and § 707,07(1). Also, misrep
resentations can occur when experiments which were
run or conducted are inaccurately reported in the spec
ification, e.g. an experiment is changed by leaving
out one or more ingredients, See Steierman v, .Con
nelly, 192 USPQ 433 (Bd, Pat Int 1975); 192 USPQ
446 (Bd, Pat Int. 1976),

9, Do not rely on the examiner of a particularappli
cation to be aware of other applications belonging to

the same applicantor assignee, It is desirable to call
such applications to the attention of the examiner
even if there is only a question that they might be
"material to patentability" of the application the
exaruiuer is considering, It is desirable to be particu
larly careful that prior art or other information in one
application is cited to the. examiner in other applica
tiousto which.it would be. material, Do not assume
that an exaruiuer Will necessarily remember, when
examining a particular application, other applications
Which the examiner is exaruining, or has examined.
See Armour & Co. y, Swift & Co" 466E2d 767, 779,
175 USPQ 70, 79 (7th Cir, 1972); KangaROOS
U.SA, Inc, v, CaldonInc. 585 E Supp. 1516, 1522,
1528-29, 222 USPQ 703, 708, 713-14 (S.D, N,y'
1984), vacated and remanded, 778 E2d 1571,
228 USPQ 32 (Fed. Cir, 1985),

While vacating the summary judgment and
remanding for trial in KangaROOS, the Court of
Appeals for the Federal Circuit stated that a "lapse on
the part of the exaruiner does not excuse the appli
cant" 778 E2d at 1576,228 USPQ at 35,

10; When in doubt, it is desirable and safest to sub
mit information. Even though the attorney, agent, or
applicant doesu't consider it necessarily material,
someone else may see it differently and embarrassing
questions can be avoided, The court in U,S. Industries
v, Norton Co" 210 USPQ 94, 107 (N,D, N,y' 1980)
stated "In short, the question of relevaucy in close
cases, should-be left to the exaruiner and not the appli
cant" See also Labounty Mfg. Inc, v, U.S.lnt'lTrade
Comm 'n, 958 E2d 1066, 22 USPQ2dl025 (Fed, Cir,
1992),

11 It may be desirable to submit information about
prior uses and sales even if it appears that they may
have been experimental, not involve the specifically
claimed invention, or not encompass a completed
invention, See Hycor Corp. v, The Schlueter Co"
740 E2d 1529, 1534-37, 222 USPQ 553, 557-559
(Fed, Cir, 1984), See also LaBounty Mfg. Inc, v, U,S,
Int'l Trade Comm'n, 958 E2d 1066,22 USPQ2d 1025
(Fed, Cir. 1992).

12, Submit information promptly, An applicant,
attorney, .or agent who is aware of prior art or other
information and its significance should submit same
early in prosecution, e.g, before the first action by the
exaruiner, and not wait until after allowance, Poten
tially materialinformation discovered late in the pros-
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ecutionshould be immediately 'submitted.That the
issue fee has been paid is no reason or excusefor fail
ing to submit information. See Elmwood Liquid Prod"
ucts, Inc.' v. Singleton' Packing Corp.; 328 R Supp.
974,170 USPQ 398 (M.D. Fla: 197n

13. It is desirable to avoid the submission oflong
lists of documents if itcaribe avoided. Eliminate
clearly irrelevant and marginally pertinent cumulative
information.Jfa long list is submitted, highlight those'
documents which have beenspecifically brought to
applicant's attentionand/or are known to be of most
significance. See Penn Yon Boats, .Inc. v. Sea Lark
Boats, Inc., 359 F. Supp.948, 175 USPQ260 (S.D.
Fla. 1972), aft'd,479 F.2d 1338, 178 USPQ 577 (5th
Cir. 1973), cert. denied, 414 U.S. 874 (l974).But cf.
Molins PLCv. Textron Inc., 48F.3d 1172, 33USPQ2d
1823 (Fed. Cir. 1995).

14. Watch out for continuation-in-part applications
where intervening material information or documents
may exist; particularly watch out for foreign patents
and publications related to the' parent application and
dated more than 1 year before the filingdate of the
ClP. These and other intervening documents may be
material information; See -In re Ruscetta, 255F.2d
687,690-91; 118 DSPQ 101, 104 (CCPA 1958); Inre
van Lagenhoven, 458. F.2d 132, 173 USPQ 426
(CCPA 1972); Chromalloy AmericanCorp.v. Alloy
Surfaces Co., 339 F.Supp.859, 173 USPQ 295 (D.
Del. 1972),

15. WatchouHorinformation that might be deemed
to be priorart under 35 V.S.C: 102(f) and (g);

Prior art under 35 'u.S.C; 102(f) maybe available
under 35 U.S.c. 103. See OddzOn Products, Inc. v.
Just Toys, Inc., 122 F.3d 1396, 1401; 43USPQ2d
1641, 1644 (Fed; Cir. 1997)(35 U.S.C."102(f) is a
prior art provision for purposes of § 103"); Dale Elec
tronicsv.R.C.L.Electronics, 488 F.2d 382,386, 180
USPQ 225, 227 (Ist, Cir. 1973); and Ex parte
Andresen, 212 USPQ 100, 102 (Bd. App.1981).

Note also that evidence of prior invention under
35 U.S.C.101(g) may be available under 35 U.S.C.
103, such as in In re Bass, 474 F.2d 1276; 177 USPQ
178 (CCPAI973).

Note 35 U.S.C. 103(c) disqualifies 35 U.S.C.
102(f)/103 or 102(g)1103 prior art which WaS, at the
time the second invention was made, owned by 'Of

subject to an obligation of assigmnent to, the person
who' owned the first 'invention. Further note that

35 D.S.C: 103(c) disqualifies 35U.S.C. 102(e)1103
prior art for applications filed on or after November
29,1999. See MPEP § 706.02(1) - § 706.02(1)(2).

16: Watch out for information..picked up by the
invent()r~alld others at conventions, plant visits, in
house reviewsvetc. See, for examp1s, Dale Electron
ics v-, 1~.C.L. Electroni~s, 488 F.2d 382,.386-87,
180 VSPQ 225,228 (1st Cit. 1973).

17,Make sure that all of the individuals who are
subject to the duty of disclosure, such as spelled out in
37 CPR 1.56, are informed of and fulfill their duty.

18..Finally, •if information was spscifically consid
ered and discardedasnot material, this fact might be
recorded ill. an attorney's file or. applicant's. file,
in..cJ.uding. the reason for. discardi.n.g. it..lf ju.dgm.ent
might have beenbador something lUight have been
overlooked inadvertently, a note made at the time of
evaluation might be an invaluable. aid ill explaining
that the mistlke was honest andexcusable. Though
such records are not requited, they could be helpful in
recalling and explaining actions in the event of a
question of "fraud" or "inequitable conduct" raised at
a later time.

2005 ComJ?~risotJ.to .:R..equirement
forInformation

Under 37 CFR L56, each individual associated
with the filing and prosecution of a patent application
has a duty to disclose on his or her own initiative
information material to patentability under 37 CFR
L56.Bycontrast, under 37 CPR'11105, an examiner
or other Office employee is authorized to require,
from parties identified in 37 CPR 1.56, information
reasonably necessary to examine or treat a matter in
an application. The provisions of 37 CFR !.l05 are
detailed inMPEP§704 et seq. The criteriafor requir
ing information under 37 CFR 1.56, i.e., materiality to
the patentability of claimed SUbject matter, is substan
tially higher than the criteria for requiring information
under 37 CFR !.l05, i.e., reasonable necessity to the
examination of the application. Thus, information
required by the examinerpursuantto 37 CFR L 105
would not necessarily be considered material to pat
entability in itself, but would be necessary to obtain a
complete record from which' a determination of pat
entability willbe made.
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2010 Office Handling of Duty
of Disclosurellnequitable
Conduct Issues

Determination of ineqnitable conduct issues
requires an evaluation of the intent .of the. party
involved. While some court decisions have held that
intent may be inferred in some circumstances, consid
eration of the good faith of the party, or lack thereof,
is often required. In several court decisions, a high
level of proof of intent to mislead the Office was
required in order to prove inequitable conduct under
37 CPR 1.56. See In re Harito, 847 F.2d 801,
6 USPQ2d 1930 (Fed. Cir. 1988) and FMC Corp. v.
Manitowoc Co., 835 F.2d 1411, 5 USPQ2d 1112 (Fed.
Cir. 1987). The Office is not the best forum in which
to determine whether there was an "intent to mis
lead"; such intent is best determined when the trier of
facts can observe demeanor of witnesses subjected to
cross-examination. A. court, with subpoena power, is
presently the best forum to consider duty of disclosure
issues under the present evidentiary standard for find
ing an "intent to mislead." The court proceeding
involves two participating adverse parties. This is not
the case in the Qffice, since even "protesting" parties
are not permitted to participate under. the rules. Also,
it is the courts and not the Office that are in the best
position to fashion an equitable remedy to fit the pre
cise facts in those.cases where inequitable conduct is
established. Furthermore, inequitable conduct is not
set by statute as a criteria for patentability but rather is
a judicial application of the doctrine ofunclean hands
which is appropriate to be handled by the courts rather
than by an administrative body. Because of the lack of
tools in the Office to deal with this issue and because
of its sensitive nature and potential impact on a patent,
Office determinations generally will not deter .subse
quent litigation of the same issue in the courts on
appeal or in separate litigation. Office determinations
would significantly add to the expense and time
involved in obtaining a patent with little or no benefit
to the patent owner or any other parties with an inter
est.

Accordingly, the Office does not investigate and
reject original or reissue applications under 37 CPR
1.56. Likewise, the Office will not comment upon
duty of disclosure issues which are brought to the
attention of the Office in original or reissue applica-

tions except to note in the application, in appropriate
circumstances, that such issues are no longer consid
ered by the Office during its examination of patent
applications. Examination of lack of deceptive intent
in reissue applications will continue but without any
investigation of inequitable conduct issues. Appli
cant's statement of lack ofdeceptive intent normally
will be accepted as dispositive except in special cir
cumstances such as an admission or judicial determi
nation of fraud or inequitable conduct. See MPEP
§ 2022.05.

2012 Reissue Applications Involving
Issues ofFraud, Inequitable
Conduct, and/or Violation of
Duty of Disclosure

Questions of "fraud," "inequitable conduct," or
violation of "duty of disclosure" or "candor and
good faith" can atise in reissue applications.

REQUIREMENT FOR "ERROR WITHOUT
ANY DECEP'l'IVE INTENTION"

Both 35 U.S.c. 251 and 37 CFR 1.175 promulgated
pursuant thereto require that the error must have
atisen "without any deceptive intention." In re Heany,
1911 C.D. 1}8, 180 (1911), unequivocally states:

Where such a condition [fraudulent or deceptive inten
tion] is shownto exist theright to reissuethepatent is for
feited.

Similarly, the courtin In re Clark, 522 F.2d 623,
627, 187 USPQ 209, 213 (CCPA 1975) indicated:

Reissue is not available to rescue a patentee who had
presented claims.limited to.avoid particular prior art and
thenhadfailed to disclose that prior art . . , after that fail
ure to disclose has resulted in invalidating of the claims.

It is clear that "fraud" cannot be purged through the
reissue process. See conclusions of Law 89 and 91 in
Intermountain Research and Eng'g Co. v. Hercules
Inc., 171 USPQ 577, 631-32 (C.D. Cal. 1971).

Clearly, where several patents or applications stem
from an original application which contained fraudu
lent claims ultimately allowed, the doctrine of unclean
hands bars allowance or enforcement of any of the
claims of any of the applications or patents. See Key
stone Driller Co. v. General Excavator Co., 290 U.S.
240, 245, 19 USPQ228, 230 (1933); East Chicago
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Machine Tool Corp. v. Stone Container Corp.,
181 USPQ 744, 748 (N.D; lll.), modified, 185 USPQ
210 (N.D. Ill. 1974). See also Chromalloy American
Corp. v. Alloy Surfaces Co., 339 E Supp. 859, 173
USPQ 295 (D.Del. 1972) audStrong v. General Elec
tricCo., 305 E Supp. 1084,162 USPQ 141 (N.D. Ga.
1969), aff'd, 434 E2d 1042, 168 USPQ8(5th Cir.
1970), cert. denied, 403 U.S. 906 (1971) where fraud
orinequitable couduct affecting only certain claims or
only one of related patents was held to affect the other
claims or patent. Clearly, "fraud" practiced 'or
attempted in an application which issues as a patent is
"fraud" practiced or attempted incorinection with any
subsequent application to reissue that patent.The reis
sue application and the patent are inseparable as far as
questions of "fraud," ."inequitable conduct,' or "vio
lation of the duty of disclosure" are concerned. See In
re Heany, supra; and Norton v. Curtiss, 433E2d 779,
792, 167 USPQ 532, 543 (CCPA 1970), wherein the
court stated:

yvetake this to indic~te that any conduct which,wi~l

prevent the enforcement of ,aplltellt after th~ patent-issues
should, if discovered earlier, prevent the issuance of the
patent.

Clearly, if a reissue patent would not be enforceable
after its issue because of "fraud," "inequitable con
duct" or "violation of the duty of disclosure" during
the prosecution ofthe patent.sought to.be reissued, the
reissue patent application. should not issue. Under
such circumstances, an appropriate remedy would be
to reject the claims in the application in accordance
with 35 U.S.C. 251. .SeeMPEP § 1448.

The examiner is not to make any investigation as
to the lack of deceptive intent requirement in reissue
applications. Applicant's statement (inthe oath or dec
laration) of lack of deceptive intentwill be accepted
as dispositive except in special circumstauces such as
an admission or jndicial determination of fraud,
inequitable conduct or violation of the duty of disclo
sure, where no investigation need be made and the
fact of the admission or judicial deteriniriatiori exists
per se. Also, any admission of fraud,inequitable con
duct or violation of the duty of disclosure. must be
explicit, unequivocal, and not subject to other inter
pretatiou. Where a rejection is made based upon such
an admission (see MPEP§ 1448) and applicant
responds with any reasonable interpretation of the
facts that would not lead to a conclusion of fraud,

inequitable conduct or violationofthe duty of disclo
sure, the rejectionshould be withdra\Vn. Alternatively,
if applicant shows that theadmissi?1J noted by the
examiner was not in fact an admission, the rejection
should also be withdrawn.

2012.01' CollateralEstoppel

The Supreme Court in Blonder-Tongue Labs.iInc.
v. Univ: of/II. Foul1d., 402 U.S. 313, 169USPQ 513
(1971) set forth the rule that once a 'patent has been
declared invalid via judicial inquiry, a collateral
estoppel barrier is created against further litigation
involving the patent, unless the patentee-plaintiff can
demonstrate "that he did not have" a full and fair
chance to litigate the validity of his patent in "the ear
lier case." See. also Ex pane Varga, 189 USPQ 209
(Bd. .App, 1973). As stated in Kaiser Industries Corp,
v. Jones & Laughlin Steel Corp., 515 E2d 964,987,
185 USPQ 343, 362 (3rd Cir. 1975):

Ill' fashioning' the rule of'Blonder-T6ngue, Justice
White for a. unanimous Court made it dear that a determi
'nation of patent invalidity, after a thorough-and equitable
judicial.inquiry, creates a collateral estoppel barrier to fur
ther litigation toenforce that;pat~nt.

Urider 35 U.S.C. 251, the Corllmissioner can reis
sue a patent only if there is' "error without any decep
tive intention." The Commissioner is without
authority to reissue a patentwheri "deceptive inten
tion'twas present during prosecution of the parent
application. See In' re Clark, 522 E2d 62, 187 USPQ
209 (CCPA 1975) arid In re Heany, 1911 C.D. 138,
180 (1911). Thus, the collateral estoppel barrier
applies where reissue is sought ofa patent which has
been held invalid or unenforceable for "fraud" or
"violation of duty of disclosure" in procuring; of said
patent. It was held ill In re Kilhn,202 USJ:>Q 772,
773 (Comm'rPat, 1979):

Therefore; since the Kahn patentwas held invalid, inter
alia; for "failU:,e to disclose material facts ofwhi~h * * *
[Kahn] was aware" this application may be stricken
underB? CPR 1.56 via the doctrineof collateral estoppel
as set forth in Blonder-Tongue, supra.

*****

The' Patent 'and"Trademark Office' ... 'has found no
clear justification for not adhering to the doctrine' of col
lateral estoppel under Blonder-Tongue' in this case.
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Applicant has hadhis day in court. He appears to have had
a full and fairchance to litigate thevalidity of his patent.

See KiPEP § 2259 for collateral estoppel in reexam
ination proceedings.

2013 Protests Involving Issues of Fraud,
Inequitable Conduct, and/or
Violation of Duty of Disclosure

37 CFR 1.291 permits protests by the public against
pending applications.

Submissions nnder 37 CFR 1.291 are not limited to
prior art documents such as patents and publications,
but are intended to include any information, which in
the protestor's opinion, would make or have made the
grant of the patent improper (see MPEP § 1901.02).
This includes, of course, information indicating the
presence of "fraud" or "inequitable conduct" or "vio
lation of the duty of disclosure," which will be entered
in the application file, generally without comment.
See MPEP § 1901.06.

Protests should be in conformance with 37 CFR
1.291(a) and (b), and include a statement of the
alleged facts involved, the point or points to be
reviewed, and the action requested. Any briefs or
memoranda in support of the petition, and any affida
vits, declarations, depositions, exhibits, or other mate
rial in support of the alleged facts, should accompany
the protest.

2014 Duty of Disclosure in
Reexamination Proceedings

As provided in 37 CFR 1.555, the duty of disclo
sure in reexamination proceedings applies to the
patent owner. That duty is a continuing obligation on
the part of the patent owner throughout the proceed
ings. However, issues of "fraud,"" inequitable con
duct," or "violation of duty of disclosure" are not
considered in reexamination. See MPEP § 2280. If
questions of "fraud" or "inequitable conduct" or
"violation of the duty of disclosure" are discovered
during reexamination proceedings, the existence of
such questions will be noted by the examiner in an
Office action without further comment. See MPEP
§ 2258.

For the patent owner's duty to disclose prior or con
current proceedings in which the patent is or was
involved, see MPEP § 2282 and § 2001.06(c).

2016 Fraud, Inequitable Conduct, or
Violation of Duty of Disclosure
Affects All Claims

A finding of"fraud," "inequitable conduct," or vio
lation of duty of disclosure with respect.to any claim
in an application or patent, renders all the claims
thereof unpatentable or invalid. See Chromalloy
American Corp. v. Alloy Surfaces Co., 339 F. Supp.
859, 173 USPQ 295 (D.De!. 1972) and Strong v. Gen
eral Electric Co., 305 F. Supp. 1084, 162 USPQ 141
(N.D. Ga. 1969), aff 'd, 434 F.2d 1042, 168 USPQ 8
(5th Cir. 1970), cert. denied, 403 U.S. 906 (1971). In
J. P. Stevens & Co. v. Lex Tex Ltd., 747 F.2d 1553,
1561, 223 USPQ 1089, 1093-94 (Fed. Cir. 1984), the
court stated:

Once a court concludes that inequitable conduct

occurred, all the claims - not just the particular claims

in which the inequitable conduct is directly connected 
are unenforceable. See generally, cases collected in 4
Chisum, PATENTS, paragraph 19.03[6] at 19-85 n. 10
(1984). Inequitable conduct "goes to the patent right as a
whole, independently of particular claims." In re Clark
522 F.2d 623, 626, 187 USPQ 209, 212 (CCPA).

The court noted in footnote 8 of Stevens:

In In re Multiple Litigation Involving Frost Patent,
540 F.2d 601, 611, 191 USPQ 241, 249 (3rd. Cir. 1976),
some claims were upheld despite nondisclosure with
respect to others. Thecase is notprecedent in thiscourt.

As stated in Gemveto Jewelry Co. v. Lambert Bros.,
Inc., 542 F. Supp. 933, 943, 216 USPQ 976, 984 (S.
D. N. Y. 1984) (quoting Patent Law Perspectives,
1977 Developments, § G1 [1]-189):

The gravamen of thefraud defense is that thepatentee
has failedto discharge his dutyof dealing withthe exam
iner in a manner free from the taint of "fraud or other
inequitable conduct." If such conduct is established in
connection with the prosecution of a patent, the fact that
the lack of candor did not directly affectall the claimsin
thepatent hasneverbeenthegoverning principle. It is the
inequitable conduct that generates thennenforceability of
thepatent and we cannot think of cases where a paten
tee partially escaped the consequences of his wrongful
actsby arguing that he onlycommitted actsof omissionor
commission withrespect to a limitednumber of claims.It
is anall ornothing proposition. [Emphasis in original.]
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2022,05 Determination of "Error
Without Any Deceptive
Intention"

If the application is a reissue application, the action
by the examiner may extend to a determination as to
whetherat least one "error" required by 35 U.S.C.251
has been alleged, i.e., identified. Further,the examiner
ShoulddeteI'mine whether applicant has averred in the

reissue oath or declaration, as required by 37 CFR
1.175(a)(2), (b)(1), and (b)(2), that all "errors" arose
"without any deceptive intention." However, the
examiner should not normally comment or question
as to whether in fact the averred statement as to lack
of deceptive intention appears correct or true. See
MPEP§ 14R

...............................
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2165;01 Considerations Relevant to Best Mode
2165.02 BestModeRequirementCompared to

Euab1ement Requirement
Requirements for Rejection for Lack of Best
Mode

2165.04 Examples .of Evidence of Concealment
2171 Two Separate Reqnirements for Claims Under

35 U.S.C. 112, Second Paragraph

2163.04

2163.01

2146
2161

2144.05
2144.06

2143.02
2143.03

2137 35 U.S.CA02(f)
2137.01 Inventorship
2137.02 Applicabilityof35 U:S,C. 103{c)
2138 35 U.s.C. 102(g)
2138.01 Interference Practice
2138.02 "The Invention Was Made in This Country"
2138.03 "By Another Who Has Not Abandoned,

Suppressed, or Concealed It"
2138.04 "Conception"
2138.05 "Reduction to Practice"
2138.06 "Reasonable Diligence"
2141 35 U.s.C. 103; The Graham Factual Inquiries
2141.01 Scope and Contentofthe Prior Art
2141.01(a) Analogous and Nonanalogous Art
2141.02 Differences Between Prior Art and Claimed

Invention
2141.03 Level of Ordinary Skill in the Art
2142 Legal Concept of PrimaFacle Obviousness
2143 Basic Requirements of a Prima Facie Case of

Obviousness
2143.01 Suggestion or Motivation to Modify the

References
,ReasonableExpectation ofSuccess Is Required
All Claim Limitations Mnst Be Taught or
Suggested

2144 Sources of Rationale Supporting a Rejection
Under 35 us.c, 103

2144.01 Implicit Disclosure
2144.02 Reliance on Scientific Theory
2144.03 Reliance on Common Knowledge in the Art or

"WellKnown" Prior Art
Legal Precedent as Source of Supporting
Rationale
Obviousness of Ranges
Art Recognized Equivalence for the Same
Purpose
Art Recognized Snitability for an Intended
Purpose
Obviousness of Species When Prior Art
Teaches Genus
Close Structural Similarity Between Chemical
Compounds (Homologs, Analogues, Isomers)

2145 Consideration of Applicant's Rebnttal
Argmnents
35 U.S.C.I03(c)

,ThreeSeparateReqnirements for Specification
Under 35 U.S.C. 112, First Paragraph

2162 Policy Underlying 35 U.S.C. 112, First
Paragraph

2163 Gnidelines for the Examination of Patent
Applications Under the 35 U.s.C. 112, para. 1,
''Written Description" Requirement
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2183
2184

2173.04
2173.05

2173.05(a)
21n05(b)
2173.05(c)
2173.05(d)

2173.05(q)
2173.05(r)
2173.05(s)
2173.05(t)
2173.05(u)
2173.05(v)
2173.06

1. "Guided by these canons of construction; this Court
has read the term 'manufacture' in § 101 in accordance
with its dictionary defmition to mean 'the production of
articles for use from raw materials prepared by giving to
these materials new forms,qualities, properties, or combi
nations whether by hand labor or by machinery.'"

5. "Thus, a new mineral discovered in the earth or a
new plant found in-the wild is not patentable subject mat
ter. Likewise, Einstein could not patent his celebrated law

4. "This -is not to suggest that § 101 has no limits or
that it embraces every discovery. The laws of nature,
physical phenomena, and abstract ideas have been held
not patentable."

-3. "The Act embodied Jefferson's philosophy that
'ingenuity should receive a liberal encouragement.' 5
Writings of Thomas Jefferson, at 75-76. See Graham v.
John Deere Co.; 383 U.S. 1, 7-10 (1966). Subsequent
patent statutes in 1836, 1870, and 1874 employed this
same broad language. In 1952, when the patent laws were
recodified, Congress replaced the word 'art' with 'pro
cess,' but otherwise left Jefferson's language intact. The
Committee Reports accompanying the 1952 act inform us
that Congress intended statutory subject matter to 'include
any thing under the sun that is made by man.' S. Rep. No.
1979, 82dCong., 2d Sess.,5 (1952)."

2. "In choosing such expansive terms as 'manufacture'
and 'composition of matter,' modified by the comprehen
sive 'any.t Congress plainly contemplated that the patent
laws would be given wide scope."

The decision of the Supreme Court in Diamond v.
Chakrabarty, 447 U.S. 303, 206 USPQ 193 (1980),
held that microorganisms produced by genetic engi
neering are not excluded from patent protection by
35 U.S.C. 101. It is clear from the Supreme Court
decision and opinion that the question of whether or
not an invention embraces living matter is irrelevant
to the issue of patentability. The test set down by the
Court for patentable subject matter in this area is
whether the living matter is the result of human inter
vention.

In view of this decision, the Office has issued these
guidelines as to how 35 U.S.c. 101 will be inter
preted.

The Supreme Court made the following points in
the Chakrabarty opinion:

2105 Patentable Subject Matter 
Living Subject Matter

2172 Subject Matter Which Applicants Regard as
Their Invention

2172.01 Unclaimed Essential Matter
2173 Claims Mnst Particularly Point Out and

Distinctly Claim the Invention
2173.01 Claim Terminology
2173.02 Clarity and Precision
2173.03 Inconsistency Between Claim and

Specification Disclosure or Prior Art
Breadth Is Not Indefiniteness
Specific Topics Related to Issnes Under 35
U.S.c. 112, Second Paragraph
New Terminology
Relative Terminology
Nnmerical Ranges and Amonnts Limitations
Exemplary Claim Language ("for example,"
"such as")

2173.05(e) Lack of Antecedent Basis
2173.05(t) Reference to Limitations in Another Claim
2173.05(g) Functional Limitations
2173.05(h) Alternative Limitations
2173.05(i) Negative Limitations
2173.050) Old Combination
2173.05(k) Aggregation
2173.05(m) Prolix
2173.05(n) Multiplicity
2173.05(0) Double Inclusion
2173.05(p) Claim Directed to Product-By-Process or

Product and Process
"Use" Claims
Omuibus Claim
Reference to Figures or Tables
Chemical Formula
Trademarks or Trade Names in a Claim
Mere Function of Machine
Prior Art Rejection of Claim Rejected as
Indefinite

2174 Relationship Between the Requirements of the
First and Second Paragraphs of 35 US.c. 112

2181 Identifying a 35 U.s.C. 112, Sixth Paragraph
Limitation

2182 Scope of the Search and Identification of the
Prior Art
Making a Prima Facie Case of Equivalence
Determiuing Whether an Applicant Has Met
the Burden of Proving Nonequivalence After a
Prima Facie Case Is Made

2185 Related Issues Under 35 U.s.C. 112, First or
Second Paragraphs

2186 Relationship to the Doctrine of Equivalents
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that E=mc2;nor 'could Newton have patented the lawof
gravity."

6. "His claim is not to a hitherto unknown natural phe
nomenon, but to a nonnaturally occurring manufacture or

composition of-matter - a product of human ingenuity
'having a distinctive name,character [and]use.'''

7. "Congress thus recognized that the-relevant distinc
tion was not between living and inanimate things, but
between products of nature, whether living or not, and
human-made inventions. Here, respondent's microorgan
ism is the result of human ingenuity and research."

8. AfterreferenceroFunk Seed Co. & Kalo Co., 333
U.S.I27 (1948), "Here, by contrast, the patentee has pro
duced a new bacteriumwith markedly different character
istics from any found in nature and one having the
potential for significant'utility. His discovery is' not
nature's handiwork, buthis own; accordingly it is patent
ablesubject matter under § 101."

A review of the Court statements above as well as
the whole Chakrabarty opinion reveals:

(A) That the. Court did not limit its decision to
genetically engineered living organisms;

(B) The Court enunciated a verybroadinterpreta
tion of "manufacture" and"composition ofmatter" in
35 U.S.C. 101 (Note esp. quotes 1, 2, and 3 above);

(C) The Court set forth several tests for weighing
whether patentable subject matter under 35 U.S.c.
101 is present, stating (in quote 7 above) that:

Therelevant distinction was notbetweenliving andinani
mate things but between products of nature, whetherliv
ing or riot; and human-made inventions.

The tests set forth by the Court are (note especially
the italicized portions):

(A) "The laws of nature, physical phenomena and
abstract ideas" are not patentable subject matter.

(B) A "nonnaturally occurring manufacture or
composition of matter - a product of human ingenu
ity -having a distinctive name, character, [and] use"
is patentable subject matter.

(C) "[A] new mineral discovered in the earth or a
new plant found in the wild is not patentable subject
matter. Likewise, Einstein could notpatent his cele

brated E=mc2; nor could Newton have patented the
law of gravity. Such discoveries are 'manifestations
of... narure free to all men and reserved exclusively to
none.:"

(D) "[T]he production of articles for use from raw
materials prepared by giving to these materials new
forms, qualities, properties, or combinations whether
by hand labor or by machinery" [emphasis added] is
a "manufacture" under 35 U.S.C. 101.

In analyzing the history of the Plant Patent Act of
1930, the Court stated: "In enacting the Plant Patent
Act, Congress addressed both of these concerns [the
concern that plants, even those artificially bred, were
products of nature for purposes of the patent law and
the concern that plants were thought not amenable to
the written description]. It explained at length its
belief that the work of the plant breeder 'in aid of
nature' was patentable invention. S. Rep. No. 315,
71st Cong., 2d Sess., 6-8 (1930); H.R. Rep. No. 1129,
71st Cong., 2d Sess., 7-9 (1930)."

The Office will decide the questions as to patent
able subjectrnatter under 35 U.S.C. 101 on a case-by
case basis following the tests set forth in Chakrabarty,
e.g., that "a nonnaturally occurring manufacture or
composition of matter" is patentable, etc. It is inap
propriate to try to attempt to set forth here in advance
the exact parameters to be followed.

The standard of patentability has not and will not be
lowered. Th", requirements of 35 U.S.C. 102 and 103
still apply. The tests outlined above simply mean that
a rational basis will be present for any 35 U.S.C. 101
determination. In addition, the requirements of
35 U.S.C. 112 must also be met, In this regard, see
MPEP § 608.01(p).

Following this analysis by the Supreme Court of
the scope of 35 U.S.c. 101, the Federal Circuit held
that patentable subject matter under 35 U.S.C. 101
includes seeds and seed-grown plants, even though
plant protection is also available under the Plant
Patent Act(35U.S.C. 161 - 164) and the Plant Variety
Protection Act (7 U.S,c. 2321 et. seq.). Pioneer Hi
Bred International Inc. v. f.E.M. AG Supply Inc.,
200 F.3d 1374, 53 USPQ2d 1440, 1442-43 (F"'d. Cir.
2000) (Title 35 and the Plant Variety Protection Act
are not in conflict; there is simply a difference in the
rights and obligations of each statute.). See also Ex
parte Hibberd, 227 USPQ 443 (Bd. Pat. App. & Inter,
1985), whereinthe Board held that plant subject mat
ter may be the proper subject of a patent under
35 U.S,C. 101 even though such subject matter may
be protected under the Plant Patent Act orthe Plant
Variety Protection Act. Following the reasoning in
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Chakrabarty, the Board of Patent Appeals and Inter
ferences has also determined that animals are patent
able subject matter under .35 U.S.C. 101. In Ex parte
Allen, 2 USPQ2d 1425 (Bd. Pat. App. & Inter. 1987),
the Board decided that a polyploid Pacific coast oys
ter could have been the proper subject of a patent
under 35 U.S.C. 101 if all the criteria for patentability
were satisfied. Shortly after the Allen decision, the
Commissioner of Patents and Trademarks issued a
notice (Animals - Patentability, 1077 O.a. 24, April
21, 1987) that the Patent and Trademark Office would
now consider nonnaturally occurring, nonhuman mul
ticellular living organisms, including animals, to be
patentable subject matter within the scope of
35 U.S.C. 101.

If the broadest reasonable interpretation of the
claimed invention as a whole encompasses a human
being, then a rejection nnder 35 U.S.C. 101 must be
made indicating that the claimed invention is directed
to nonstatutory snbject matter. Furthermore, the
claimed invention must be examined with regard to
all issues pertinent to patentability, and any applicable
rejections under 35 U.S.C. 102, 103, or 112 must also
be made.

2106 Patentable Subject Matter 
Computer-Related Inventions

I. INTRODUCTION

These Examination Guidelines for Computer
Related Inventions ("Guidelines") are to assist Office
personnel in the examination of applications drawn to
computer-related inventions. "Computer-related
inventions" include inventions implemented ma com"
puter and inventions employing computer-readable
media. The Guidelines are based on the Office's cur
rent understanding of the law and are believed to be
fully consistent with binding precedent of the
Supreme Court, the Federal Circuit and the Federal
Circuit's predecessor courts.

These Guidelines do not constitute substantive rule
making and hence do not have the force and effect of
law. These Guidelines have been designed to assist
Office personnel in analyzing claimed subject matter
for compliance with substantive law. Rejections will
be based upon the substantive law and it is these
rejections which are appealable. Consequently, any

failure by Office personnel to follow the Guidelines is
neither appealable nor petitionable.

The Guidelines alter the procedures Office person"
nel will follow when examining applications drawn to
computer-related inventions and are equally applica
ble to claimed inventions implemented in either hard
ware or software. The Gnidelines also clarify the
Office's position on certain patentability standards
related to this field of technology. Office personnel
are to rely on these Guidelines in the event of any
inconsistent treatment of issues between these Guide
lines and any earlier provided guidance from the
Office.

Office personnel should no longer rely on the Free
man-Walter-Abele test to determine whether a
claimed invention is directed to statutory subject mat
ter. State Street Bank & Trust Co. v. Signature Finan
cial Group Inc., 149F. 3d 1368, 1374, 47 USPQ2d
1596, 1601-02 (Fed. Cir. 1998) ("After Diehr and
Chakrabarty, the Freeman-Walter-Abele test has lit
tle, if any, applicability to determining the presence of
statutory subject matter.").

Office personnel have had difficulty in properly
treating claims directed to methods of doing business.
Claims should not be categorized as methods of doing
business. Instead, such claims should be treated like
any other process claims, pursuant to these Guidelines
when relevant. See, e.g., State Street, 149 F.3d at
1374-75,47 USPQ2d at 1602 (Fed. Cir. 1998); In re
Toma, 575 F.2d 872, 877-78, 197 USPQ 852,
857 (CCPA 1978); In re Musgrave, 431 F.2d 882, 893,
167 USPQ 280, 289-90 (CCPA 1970). See also In re
Schrader, 22 F.3d 290, 297-98, 30 USPQ2d 1455,
1461-62 (Fed. Cir. 1994) (Newman, 1., dissenting);
Paine, Webber, Jackson & Curtis, Inc. v. Merrill
Lynch, Pierce, Fenner & Smith, Inc., 564 F. Supp.
1358, 1368-69, 218 USPQ 212, 220 (D. Del, 1983).

The appendix which appears at the end of this sec
tion includes a flow chart of the process Office per
sonnel will follow in conducting examinations for
computer-related inventions.

n. DETERMINE WHAT APPLICANT HAS
INVENTED AND IS SEEKING TO
PATENT

It is essential that patent applicants obtain a prompt
yet complete examination of their applications. Under
the principles of compact prosecution, each claim
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should be reviewed for compliance with every statu
tory requirement for patentability in the initial review
of the application, even if one or more. claims are
found to be deficient with respect to some statutory
requirement. Thus, Office personnel should state all
reasons and bases for rejecting. claims in the first
Office action. Deficiencies should. be explained
clearly, particularly when they serve as a basis for a
rejection. Whenever practicable, Office personnel
should indicate how rejections may be overcome and
how problems may be resolved. A failure to follow
this approach can lead to unnecessary delays in the
prosecution of the application.

Prior to focusing on specific statutory require
ments, Office personnel must begin examination by
determining what, precisely, the applicant has
invented and is seeking to patent, and how the.claims
relate to and define that invention. (As the courts have
repeatedly reminded the Office: "The goal is to
answer the question 'What did applicants invent?' "
In re Abele, 684 F.2d 902, 907, 214 USPQ 682, 687.
Accord, e.g., Arrhythmia Research Tech. v. Corazonix
Corp., 958 F.2d 1053, 1059, 22 USPQ2d 1033, 1038
(Fed. Cir. 1992).) Consequently, Officepersonnelwill
no longer begin examination by determining ifa
claim recites a "mathematical algorithm." Rather they
will review the complete specification, including the
detailed description of the invention,. any specific
embodiments that have been disclosed, the claims and
any specific, substantial, and credible utilities that
have been asserted for the invention.

A. Identify and Understand Any Practical Appli
cation Assertedfor the Invention

The claimed invention as a whole must accomplish
a practical application. That is, it must produce a
"useful, concrete and tangible result." State Street,
149 F.3d at 1373, 47 USPQ2d at 1601-02. The pur
pose of this requirement is to limit patent protection to
inventions that possess a certain level of "real world"
value, as opposed to subject matter that represents
nothing more than an idea or concept, or is simply a
starting point for future investigation or research
(Brenner v. Manson, 383 U.S. 519, 528-36, 148
USPQ 689, 693-96); In re Ziegler, 992, F.2d 1197,
1200-03, 26 USPQ2d J600, 1603-06 (Fed. Cir.
1993». Accordingly, a complete disclosure should
contain some indication of the practical application

for the claimed invention, i.e., why the applicant
believes the claimed invention is useful.

Apart from the utility requirement of 35 U.S.C.
101, usefulness under the patent eligibility standard
requires significant functionality to be present to sat
isfy the useful result aspect of the practical applica
tion requirement. See Arrhythmia, 958 F.2d at 1057,
22 USPQ2d at 1036. Merely claiming nonfunctional
descriptive material stored in a computer-readable
medium does not make the invention eligible for pat
enting. For example, a claim directed to a word pro
cessingfile stored on a disk: may satisfy the utility
requirement of 35 U.S.c. 101 since the information
stored may have some "real world" value. However,
the mere fact that the claim may satisfy the utility
requirement of 35 U.S.C. 101 does not mean that a
useful result is achieved under the practical applica
tion requirement. The claimed invention as a whole
must produce a "useful, concrete and tangible" result
to have a practical application.

Although the courts have yet to define the terms
useful, concrete, and tangible in the context of the
practical application requirement for purposes of
these guidelines, the following examples illustrate
claimed inventions that have a practical application
because they produce useful, concrete, and tangible
result:

- Claims drawn to a long-distance telephone.billing
process containing mathematical algorithms were
held to be directed to patentable subject matter
because "the claimed process applies the Boolean
principle to produce a useful, concrete, tangible result
without pre-empting other uses of the mathematical
principle." AT&T Corp. y. Excel Communications,
Inc., 172 F.3d 1352, 1358, 50 USPQ2d 1447, 1452
(Fed. Cir. 1999);

- "[Tjransformation of data, representing discrete
dollar amounts, by a machine through a series of
mathematical calculations into a final share price,
constitutes a practical application of a mathematical
algorithm, formula, or calculation, because it pro
duces 'a useful, concrete and tangible result' --a final
share price momentarily fixed for recording and
reporting purposes and even accepted and relied upon
by regulatory authorities and in subsequent trades."
State Street, 149 F.3d at 1373, .4TUSPQ2d at 1601;
and
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- Claims drawn to a rasterizer for converting dis
crete waveform data samples into anti-aliased pixel
illumination intensity data to be displayed on a dis
play means were held to be directed to patentable sub
ject matter since the claims defined "a specific
machine to produce a useful, concrete, and tangible
result." In re Alappat, 33 F.3d 1526, 1544, 31
USPQ2d 1545, 1557 (Fed. Cir. 1994).

A process that consists solely ofthe manipulation
of an abstract idea is not concrete or tangible. See In
re Warmerdam, 33F.3d 1354, 1360, 31 USPQ2d
1754, 1759 (Fed. Cir. 1994). See also Schrader,
22 F.3d at 295, 30 USPQ2d at 1459. Office personnel
have the burden to establish a prima facie case that
the claimed invention as a whole is directed to solely
an abstract idea or to manipulation of abstract ideas Of
does not produce a useful result. Only when the claim
is devoid of any limitation to a practical application in
the technological arts should it be rejected under
35 U:S.C. 101. Compare 'Musgrave, 431 F.2d at 893,
167 USPQ at 289; In re Foster, 438F.2d 1011, 1013,
169 USPQ 99, 101 (CCPA 1971). Further, when such
a rejection is made, Office personnel must expressly
state how the language of the claims has been inter
preted to support the rejection.

The applicant is in the best position to explain why
an invention is believed useful. Office personnel
should therefore focus their efforts on pointing out
statements made in the specification that identify all
practical applications for the invention. Office person
nel should rely on such statements throughout the
examination when assessing the invention for compli
ance with all statutory criteria. An applicant may
assert more than one practical application, but only
one is necessary to satisfy the utility requirement.
Office personnel should review the entire disclosure
to determine the features necessary to accomplish at
least one asserted practical application.

B. Review the Detailed Disclosure and Specific
Embodiments of the Invention To Determine
What the Applicant Has Invented

The written description will provide the clearest
explanation of the applicant's invention, by exempli,
fyingthe invention, explaining how it relates to the
prior art and explaining the relative, significance of
various features of the invention. Accordingly, Office

personnel should begin their evaluation. of a com
puter-related invention as follows:

~ determine what the programmed computer does
when it performs the processes dictated by the soft
ware (i.e., the functionality of the programmed com
puter) (Arrhythmia, 958 F.2d at 1057, 22 USPQ at
1036; "It is of course true that a modern digital com
puter manipulates data, usually in binary form, by
perfonningmathematical operations, such as addition,
subtraction, multiplication, division, or bit shifting, on
the data. But this is only how the computer does what
it does. Of importance is the significance of the data
and their manipulation in the real world, i.e., what the
computer is doing.");
~ determine how the computer is to be configured

to provide that functionality (i.e., what elements con
stitute the programmed computer and how those ele
ments are configured and interrelated to provide the
specified functionality); and
~ if applicable, determine the relationship of the

programmed computer to other subject matter outside
the computer that constitutes the invention (e.g.,
machines, devices, materials, or process steps other
than those that are part of or performed by the pro
grammed computer). (Many computer-related inven
tions do not consist solely of a computer. Thus,
Office personnelshould. identify those claimed ele
ments of the' computer-related invention that are not
part of the programmed computer, and determine how
those elements relate to the programmed computer.
Office personnel should look for specific information
that explains the role of the programmed computer in
the overall process or machine and how the' pro,
grammed computer is to be integrated with the other
elements of the apparatus or used in the process.)

Patent applicants can assist the Office by preparing
applications that clearly set forth these aspects of a
computer-related invention.

C. Review the Claims

The claims define the property rights provided by
a patent, and thus require careful scrutiny. The goal
of claim analysis is to identify the boundaries of the
protection sought by the applicant and to understand
how the claims relate to and define what the applicant
has indicated is the invention. ·Office personnel must
first determine the scope of a claim by thoroughly
analyzing the language of the claim before determin-
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ing if the claim complies with each statutory require
ment for patentability. See In re Hiniker Co., 150 F.3d
1362, 1369,47 USPQ2d 1523, 1529 (Fed. Cir.1998)
("[T]he name of the game is the claim.").

Office personnel should begin claim analysis by
ideritifyingand evaluating each claim limitation. For
processes, the claim limitations will define steps or
acts to be performed. For products, the claim limita
tions will define discrete physical structures or mate
rials. Product claims are claims that are directed to
either machines, manufactures or compositions of
matter. The discrete physical structures or materials
may be comprised of hardware or a combination of
hardware and software.

Office personnel are to correlate each claim limita
tion to all portions of the disclosure that describe the
claim limitation. This is to be done in all cases, i.e.,
whether or not the claimed invention is defined using
means or step plus function language. The correlation
step will ensure that Office personnel correctly .inter
preteach claim limitation,

The subject matter of a properly construed claim is
defined by the terms that limit its scope. It is this sub
ject matter that must be examined. As a general mate
ter,the grammar and intended meaning of terms used
ina claim will dictate whether the language limits the
claim scope, Language that suggests. or makes
optional but does not require steps to be performed Or
does not limit a claim to a particular structure does not
limit-the scope of a claim or claim limitation. The fol
lowing are examples of language that may raise a
question as to the limiting effect of the language in a
claim:

(A) statements ofintended use or field of use,
(B) "adapted to" or "adapted for" clauses,
(C) "wherein" clauses, or
(D) "whereby" clauses.

This list of examples is not intended tobe exhaustive.
Office personnel must rely on the applicant's dis

closure to properly determine the meaning of terms
used in the claims. Markman v. Westview Instruments,
52 F.3d 967,980,34 USPQ2d 1321,1330(Fed.Cir.)
(en bane), aff'd, U.S. , 116 S. Ct. 1384 (1996). An
applicant is entitled to be his or her own lexicogra
pher, and in many instances will provide an explicit
definition for certain terms used in the claims. Where
an explicit definition is provided by the applicant for a

term, that definition will control interpretation of the
term as itis used in the claim. Toro Co. v. White Con
solidated Industries Inc., 199 F.3d 1295, 1301, 53
USPQ2d1065, 1069 (Fed. Cir. 1999) (meaning of
words used in a claim is not construed in a "lexico
graphic vacuum; but in the context of the specification
and drawings."). Office persounel should determine if
the original disclosure provides a definition consistent
with any assertions made by applicant. See, e.g., In re
Paulsen, 30 F.3d 1475, 1480,31 USPQ2d 1671, 1674
(Fed. Cir. 1994) (inventor may define specific terms
used to describe invention, but must do so "with rea
sonable clarity; deliberateness, and precision" and, if
done, must " 'set out his uncommon definition in
some manner within the patent disclosure' so as to
give one of ordinary skill in the art uotice of the
change" in meaning) (quoting Intellicall, Inc. v.
Phonometries, Inc., 952 F.2d 1384, 1387-88,
21USPQ2d 1383, 1386 (Fed. Cir. 1992». Any spe
cialmeaning assigned to a term '.'mustbe sufficiently
clear in the specification that any departure from com
mon. usage would be so understood by a person of
experience in the field of the invention." Multiform
Desiccants Inc. v..Medzam Ltd., 133.F.3d1473, 1477,
45 USPQ2d 1429, 1432 (Fed. Cir. 1998). If an appli
cant does not define a term in the specification, that
te11Il will be given its "commonmeaning,' Paulsen, at
30F. 3d 1480, 31 USPQ2d at 1674.

If the applicant asserts that a term has a meaning
that conflicts with the term's art-accepted meaning,
Office personnel should encourage the applicant to
amend the. claim to better reflect what applicant
intends to claim as the iuvention. If the application
becomes a patent, it becomes prior art against subse
quent applications. Therefore, it is important forIater
search purposes to have the patentee employ com
monly accepted terminology, particularly for search
ing text-searchable databases.

Office personnel must always remember to use the
perspective of one of ordinary skill in the art. Claims
and disclosures are not to be evaluated in a vacuum. If
elements of an invention arewell known inthe art, the
applicant does not have to provide a disclosure that
describes those elements. In such a case the elements
will be construed as encompassing any and-every art
recognized hardware or combination of hardware and
software technique for implementing the defined req
uisite functionalities.
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Office personnel are to give claims their broadest
reasonable interpretation in light of the supporting
disclosure. In re Morris, 127 F.3d. 1048, 1054-55,
44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997). Limita
tions appearing in the specification but not recited in
the claim are not read into the claim. In re Prater,
415 F.2d 1393, 1404-05, 162 USPQ 541, 550c551
(CCPA 1969). See also In re Zletz; 893 F.2d319,321
22, 13USPQ2d 1320, 1322 (Fed. Cir. 1989) ("During
patent examination the pending claims must be inter
preted as broadly as their terms reasonably allow....
The reason is simply that during patent prosecution
when claims can be amended, ambiguities should
be recognized, scope and breadth of language
explored, and clarification imposed.... An essential
purpose of patent examination is to fashion claims
that are precise, clear, correct, and unambiguous.
Only in this way can uncertainties of claim scope be
removed, as much as possible, during the administra
tive process.").

Where means plus function language is used to
define the characteristics of a machine 01' manufacture
invention, claim limitations must be interpreted to
read on only the structures or materials disclosed in
the specification and "equivalents thereof." (Two en
bane decisions of the Federal Circuit have made clear
that the Office is to interpret means plus function lan
guage according to 35 U.S.C. 112, sixth paragraph. In
the first, In re Donaldson, 16 F.3d 1189, 1193,
29 USPQ2d 1845, 1848 (Fed. Cir. 1994), the court
held:

The plain and unambiguous meaning.of paragraph six
is that one construing means-plus-function language in a
claim mustlook to the specification and interpret thatlan
guage in light of the corresponding structure, material, or
acts described therein, and equivalents' thereof, to the
extent that the specification provides such "disclosure.
Paragraph six does not stateorevensuggest thatthe PTO
is exempt from this mandate, and there is no legislative
history indicating that, Congress intended that, the PTO
shouldbe. Thus,this court mustacceptthe plainandpre
cise language of paragraph six.

Consistent. with Donaldson, in the second decision,
In re Alappat, 33 F.3d 1526, 1540,31 USPQ2d 1545,
1554 (Fed. Cir. 1994) (in bane), the Pederal Circuit
held:

Given Alappat's disclosure, itwas 'error for the Board
majority to interpret eachof the means clausesin claim 15
so broadly as to "read on any and every:means for per-

forming the function" recited,as it said it was doing, and
thento conclude thatclaim 15 is nothing more, than a pro
cess claim wherein eachmeansclauserepresents a step in
that process. Contrary to suggestions' by the Commis
sioner, this court's precedents do not support the Board's
view that. theparticular apparatus claims at issue,in this
case maybe viewed as nothing morethan processclaims.

Disclosure may be express, implicit or inherent.
Thus, at the outset, Office personnel must attempt to
correlate claimed means to elements set forth in the
written description. The written description includes
the original specification and the drawings. Office
personnel are to give the claimed means plus function
limitations their broadest reasonable interpretation
consistent with all corresponding structures or materi
als described in the specification and their equivalents
including the manner in which the claimed functions
are performed. See Kemeo Sales, Inc. v. Control
Papers Company, Inc., 208 F.3d 1352, 54 USPQ2d
1308 (Fed. Cir. 2000). Further guidance in interpret
ing tlie scope of equivalents is provided in MPEP §
2181 through§ 2186. . .

While it is appropriate to use the specification to
determine what applicant intends a term to mean, a
positive limitation from the specification cannot be
read into a claim that does not impose that limitation.
A broad interpretation of a claim by Office personnel
will reduce the possibility that the claim, when issued,
will be interpreted more broadly than is justified or
intended. An applicant can always amend a claim dur
ing prosecution to better reflect the intended scope of
the claim.

Finally, when evaluating the scope of a claim, every
limitation in the claim must be considered. Office per
sonnel may not dissect a claimed invention into dis
crete elements and then evaluate the elements in
isolation. Instead, the claim as a whole must be Con
sidered. See, e.g., Diamondv. Diehr, 450 U.S. at 188
89, 209 USPQ at 9 ("In determining the eligibility of
respondents' claimed process for patent protection
under 101, their claims must be considered as a
whole. It is inappropriate to dissect the claims into old
and new elements and then to ignore the presence of
the old elements in the analysis. This is particularly
true in a process claim because a new combination of
steps in a process may be patentable even though all
the constituents of the combination were well known
and in common use before the combination was
made.").
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m. CONDUCT A THOROUGH SEARCH OF
THE PRIOR ART

Prior to classifying the claimed invention nnder
35 U.S.C. WI, Office personnel are expected to con
duct a thorough search of the prior art. Generally, a
thorough search involves reviewing both U.S. and
foreign patents. and nonpatent literature.. In many
cases, the result of such a search will contribute to
Office personnel's understanding of the invention.
Both claimed and unclaimed aspects of the invention
described in the specification should be searched if
there is a reasonable expectation that the unclaimed
aspects may be later claimed. A search must take into
account any structure or material described in the
specification and its equivalents which correspond to
the claimed means plus function limitation, in accor
dance with 35 U.S.C. 112, sixth paragraph and MPEP
§.2181 through §.2186.

IV. DETERMINE WHETHER THE CLAIMED
INVENTION COMPLIES WITH 35 U.S.C.
101

A. Consider the Breadth of 35U.S.C. 101 Under
Controlling Law

As the Supreme Court has held, Congress chose the
expansive language of 35 U.S.C.IO! so as to include
"anything under the sun that is made by man." Dia
mond v. Chakrabarty, 447 U.S. 303, 308-09, 206
USPQ 193,197 (1980). Accordingly, section 101 of
title 35, United States Code, provides:

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or arty

; new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this
title.

In Chakrabarty, 447 U.S. at 308~309, 206 USPQ at
197, the court stated:

In choosing such expansive terms as. "manufacture" and
"composition of matter," modified by the ,comprehensive
"any," Congress plainly contemplated that the patent laws
would be given wide scope. The relevant legislativehis
tory also supports a broad construction. The Patent Act of
1793, authored .by Thomas, Jefferson, .defined statutory
subject matter as "any new and useful art, machine, manu
facture, or composition of matter, or any new or :usefui
improvement [thereof]." Act of Feb. 21, 1793, ch. 11, §
1, 1 Stat. 318. The Act embodied Jefferson's philosophy
that "ingenuity should receive a liberal encouragement."

V Writings of Thomas Jefferson; at 75-76. See Graham». 
John Deere Co., 383 U.S. 1,7-10(148 USPQ 459,462
464) (1966). Snbseqnent patent stalntes in 1836, 1870,
and 1874 employed this same broad language. In 1952,
when the patent laws were recodified, Congress replaced
the word "art" with "process," but otherwise left Jeffer
son's language intact. The Comniittee Reports accompa
nying the J952 Act inform us that ,Congress intended
statutory subject, .matter to "include anything under the
sun that is made by man." S. Rep. No. 1979, 82d Cong.,
2d Sess., 5 (1952); H.R. Rep. No. 1923, 82d Cong., 2d
Sess., 6 (1952). [Footnote omitted]

This perspective has been embraced by the Federal
Circuit:

The plain and unambiguous meaning of section 101 is that
any- new 'and useful-process, machirie, ,manufacture, 'or'
composition of matter, or, any new and useful improve
ment thereof, may be patented if it meets the requirements
for patentability Bet forth in Title 35, suchas those found
in sections 102, 103, and 112. The use of the expansive
term' "any" in section 101 represents Congress's intent
not to place any restrictions on the subject matter' for
which a patent may be obtained beyond those specifically
recited i~" section 101 and the other parts ofTitle 35....
Thus, ipsitnproper to read in~o section 101 limitations as
to the subject matter that may be patented where the legis
lative history 'does not indicate that Congress clearly
intended such limitations.

A/appal, 33 F.3d.at 1542, 31 USPQ2d at 1556.
As cast, 35 U.S.C. 101 defines four categories of

inventions that Congress deemed to be the appropriate
subject matter of a patent; namely, processes,
machines, manufactures and compositions of matter.
The latter three categories define "things" while the
first category defines "actions" (i.e., inventions that
consist of a series of steps. or acts to be performed).
See 35 USC. 100(b) ("The term 'process' means
process, art, or method, and includes a new use of a
known process, machine, manufacture, composition
of matter, ormaterial.").

Federal courts have held that 35 U.S.C. 101 does
have certain limits. First, the phrase "anything under
the sun thatis made by man" is limited by the text of
35 U.S.c. 101, meaning that one may only patent
something that is al11achine, manufacture, composi
tion ofmatter ora process. See, e.g., A/appal, 33 F.3d
at 1542,31 USPQ2d at 1556; Wal'merdam, 33 F.3d at
1358,31 USPQ2d at 1757 (Fed. Cir. 1994). Second,
35 U.S.C. 101 requires that the subject matter sought
to be patented be a "useful" invention. Accordingly, a
complete definition of the scope of 35. U.S.c. 101,
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reflecting Congressional intent, is that any new and
useful process, machine, manufacture or composition
of matter under the sun that is made by man is the
proper subject matter of a patent.

The subject matter courts have found to be outside
the four statutory categories of invention is limited to
abstract ideas, laws of nature and natural phenom
ena. While this is easily stated, determining whether
an applicant is seeking to patent an abstract idea, a
law of nature or a natural phenomenon has proven to
be challenging. These three exclusions recognize that
subject matter that is not a practical application or use
of an idea, a law of nature or a natural phenomenon is
not patentable. See, e.g., Rubber-TIp Pencil Co. v.
Howard, 87 U.S. (20 Wall.) 498, 507 (1874) ("idea of
itself is not patentable, but a new device by which it
may be made practically useful is"); Mackay Radio &
Telegraph Co. v. Radio Corp. of America, 306 U.S.
86, 94, 40 USPQ 199, 202 (1939) ("While a scientific
truth, or the mathematical expression of it, is not pat
entable invention, a novel and useful structure created'
with the aid of knowledge of scientific truth may
be."); Warmerdam, 33 F.3d at 1360, 31 USPQ2d at
1759 ("steps of 'locating' a medial axis, and 'creating'
a bubble hierarchy ... describe nothing more than the
manipulation of basic mathematical constructs, the
paradigmatic 'abstract idea' ").

Courts have expressed a concern over "preemp
tion" of ideas, laws of nature or natural phenomena.
The concern over preemption was expressed as early
as 1852. See Le Roy v. Tatham, 55 U.S. 156,
175 (1852) ("A principle, in the abstract, is a funda
mental truth; an original cause; a motive; these cannot
be patented, as no one can claim in either of them an
exclusive right."); Funk Brothers Seed Co. v. Kala
Inoculant Co., 333 U.S. 127, 132,76 USPQ 280, 282
(1948) (combination of six species of bacteria held to
be nonstatutory subjectmatter). The concern overpre
emption serves to bolster and justify the prohibition
against the patenting of such subject matter. In fact,
such concerns are only relevant to claiming a scien
tific truth or principle. Thus, a claim to an "abstract
idea" is nonstatutory because it does not represent a
practical application of the idea, not because it would
preempt the idea.

B. Classify the Claimed Invention as to Its Proper
Statutory Category

To properly determine whether a claimed invention
complies with the statutory invention requirements of
35 U.s.C. 101, Office personnel should classify each
claim into one or more statutory or nonstatutory cate
gories. If the claim falls into a nonstatutory category,
that should not preclude complete examination of the.
application for satisfaction of all other conditions of
patentability. This classification is only an initial find
ing at this point in the examination process that will
be again assessed after the examination for compli
ance with 35 U.S.C 102, 103, and 112 is completed
and before issuance of any Office action on the mer
its.

If the invention as set forth in the written descrip
tion is statutory, .but the claims define subject matter
that is not, the deficiency can be corrected by an
appropriate amendment of the claims. In such a case,
Office personnel should reject the claims drawn to
nonstatutory subject matter under}5 U.S.C. 101, but
identify the features of the invention that would ren
der the claimed subject matter statutory if recited in
the claim.

1. Nonstatutory Subject Matter

Claims to computer-related inventions that are
clearly nonstatutory fall into the same general catego
ries as nonstatutory claims in other arts, namely natu
ralphenomena such as magnetism, and abstract ideas
or laws of nature which constitute "descriptive mate
rial." Abstract ideas, Warmerdam, 33 F.3d at 1360,
31 USPQ2d at 1759, or the mere manipulation of
abstract ideas, Schrader, 22 F.3d at 292-93, 30
USPQ2d at 1457-58, are not patentable. Descriptive
material can be characterized as either "functional
descriptive material" or "nonfunctional descriptive
material." In this context, "functional descriptive
material" consists of data structures and computer
programs which impart functionality when employed
as a computer component. (The definition of "data
structure" is "a physical or logical relationship among
data elements, designed to support specific data
manipulation functions." The New IEEE Standard
Dictionary of Electrical and Electronics Terms 308
(5th ed. 1993).) "Nonfunctional descriptive material"
includes buds not limited to music, literary works and
a compilation or mere arrangement of data.
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Both types of "descriptive material" are nonstatu
tory when claimed as descriptive. material per se.
Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759.
When functional descriptive material is recorded ou
some computer-readable medium it becomes structur
ally and functionally interrelated to the medium and
will be statutory in most cases since use of technology
permits the function of the descriptive material to be
realized. Compare In re Lowry, 32 F.3d 1579, 1583
84, 32USPQ2d 1031,1035 (Fed. Cir. 1994) (claim to
datil structure stored on a computer readable medium
that increases computer efficiency held statutory) and
Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759
(claim to computer having a specific data structure
stored in memory held statutory product-by-process
claim) with Warmerdam, 33 F.3d at 1361, 31 USPQ2d
at 1760 (claimto a datil structure per se held nonstatu
tory). When nonfunctional descriptive 'material is
recorded on some computer-readable medium, it is
not statutory since no requisite functionality is present
to satisfy the practical application requirement.
Merely claiming nonfunctional descriptive material
stored in a computer-readable medium does not make
it statutory. Such a result would exalt form over sub
stance. In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ
132, 137 (CCPA 1978) ("[E]ach invention must be
evaluated as claimed; yet semantogenic consider
ations preclude a determination based solely on words
appearing in the claims. In the final analysis under
101, the claimed invention, asa whole, must be evalu
ated for what it is.") (quoted with approval in Abele,
684 F.2d at 907, 214 USPQ at 687). See also In re
Johnson, 589F.2d 1070, 1077, 200USPQ 199,206
(CCPA 1978) ("form of the claim is often an exercise
in drafting"). Thus, nonstatutory music is not a com
putercomponent and it does not become statutory by
merely recording it on a compact disk. Protection for
this type of work is provided under the copyright law.

Claims to processes that do llOtlling more than
solve mathematical problems or manipulate abstract
ideas or concepts are more complex to analyze and
ate addressed below.

If the "acts" of a claimed process manipulate only
numbers, abstract concepts or ideas, or signals repre
senting any of the foregoing, theacts are notbeing
applied to appropriate subject matter. Schrader,
22 F.3d at 294-95, 30 USPQ2d at 1458_59. Thus, a
process consisting solely of mathematicaloperations,

i.e., converting one set of numbers into another set of
numbers, does not manipulate appropriate subject
matter and thus cannot constitute a statutory process.

In practical terms, claims define nonstatutory pro
cesses ifthey:

- consist solely of mathematical operations with
out some claimed practical application (i.e., exe-

- cuting a "mathematical algorithm"); or

- simply manipulate abstract ideas, e.g., a bid
(Schrader, 22 F.3d at 293-94,30 USPQ2d at 1458
59) ora bubble hierarchy (Warmerdam, 33 F.3d at
1360, 31 USPQ2d at!759), without some claimed
practical application.

Cf. Alappat, 33F.3d at 1543 n.19, 31 USPQ2d at
1556n.19 in which the Federal Circuit recognized the
confusion:

The Supreme Court has not been clear . . . as to
whether suchsubject matter is excluded from thescopeof
101 because it represents laws of nature, naturalphenom
ena, or abstractideas. See Diehr, 450U.S. at 186 (viewed
mathematicai algorithm as a law of nature); Gottschalk v.
Benson, 409 U.S. 63, 71-72 (1972) (treated mathematical
algorithm as-an"idea"). The SupremeCourt also has not
beenclear as to exactly whatkind of mathematical subject
matter may not be patented. The ,Supreme Court has used,
among others, the terms "mathematical 'algorithm,"
"mathematical'formula," and "mathematical equation" to
describe types of mathematical subject matter not entitled
to patent protection standing alone. The Supreme Court
has not set forth, howeven any consistent or clear expla
nation of what it intended by such tenus or how these
terms are related, if at all.

Certain mathematical algorithms have been held to
benonstatutory because they represent a mathemati
cal definition of a law of nature or a natural phenome
non. For example, a mathematical algorithm

representing the formula E = mc2 is a "law of nature"
- it defines a "fundamental scientific truth" (i.e., the
relationship betweenenergy and mass). To compre
hendhow the law of nature relates to any object, one
invariably has to perform certain steps (e.g., multiply
ing a number representing the mass of an object by
the square of a number representing the speed of
light). In such a case, a claimed process which con
sists solely of the steps that one must follow to solve

the mathematical representation of E = mc2 is indis
tinguishable from the law of nature and would "pre-
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empt" the law of nature. A patent cannot be granted
on such a process.

(a) Functional Descriptive Material: "Data
Structures" Representing Descriptive Mate
rial Per Se or Computer Programs Repre
senting Computer Listings Per Se

Data structures not claimed as embodied in com
puter-readable media are descriptive material per se
and are not statutory because they are not capable of
causing functional change in the computer. See, e.g.,
Warmeniam, 331'.3d at 1361, 31 USPQ2d at 1760
(claim to a data structure per se held nonstatutory).
Such claimed data structures do not define any struc
tural and functional iuterrelationsltips between the
data structure and other claimed aspects of the inven
tion which permit the data structure's functionality to
be realized. In contrast, a claimed computer-readable
medium encoded with a data structure defines struc
tural and fuuctional interrelationsltipsbetween the
data structure and the computer software and hard
ware components wltich permit the data structure's
functionality to be realized, and is thus statutory.

Similarly, computer programs claimed as computer
listings per se, i.e., the descriptions or expressions of
the programs, are uot physical "things." Theyare nei
ther computer components nor statutory processes, as
they are not "acts.. being performed. Such claimed
computer programs do not define any structural and
functional interrelationships between the computer
program and other claimed elements of a computer
wltich permit the computer program's functionality to
be realized. In contrast, a claimed computer-readable
medium encoded with a computer program is a com
puter element wltich defines structural and fuuctional
interrelationships between the computer program and
the rest of the computer which permit the computer
program's functionality to be realized, and is thus stat,
utory. Accordingly, it is important to distinguish
claims that define descriptive material per se from
claims that define statutory inventions.

Computer programs are often recited as part of a
claim. Office personnel should determine whether the
computer program is being claimed as part of an oth
erwise statutory manufacture or machine. In such a
case, the claim remains statutory irrespective of the
fact that a computer program is included in the claim.
The same result occurs when a computer program is

used in a computerized process where. the computer
executes the instructions set forth in the computer
program. Only when the claimed invention taken as a
whole is directed to a mere program listing, i.e., to
only its description or expression, is it descriptive
material per se and hence nonstatutory.

Since a computer program is merely a set of
instructions capable of being execnted by a computer,
the .computer program itself is not a process and
Office personnel should treat a claim for a computer
program, without the computer-readable medium
needed to realize the computer program's functional
ity, as nonstatutory functional descriptive material.
When a computer program is claimed in a process
where the computer is executing the computer pro
gram's instructions, Office personnel should treat the
claim as a process claim. See paragraph rv.B.2(b),
below. When a computer program is recited in con
junction with a physical structure, such as a computer
memory, Office personnel should treat the claim as a
product claim. See paragraph IV.B.2(a),below.

(b) Nonfunctional Descriptive Material

Descriptive material that cannot exhibit any func
tional interrelationsltip with the way in wltich com
puting processes are performed does not constitute a
statutory process, macltine, manufacture or composi
tion of matter and should be rejected under 35 U.S.C.
IOJ. Thus, Office personnel should consider the
claimed invention as a whole to determine whether
the necessary functional interrelationsltip is provided.

Where certain types of descriptive material, such as
music, literature, art, photographs and mere arrange,
ments or compilations of facts or data, are merely
stored so as to be read or outputted by a computer
without creating any functional interrelationship,
eitheras part of the stored data or as part of the com
puting processes performed by the computer, then
such descriptive material alone does not impart func
tionality either to the data as so structured, or to the
computer. Such "descriptive material" is not a pro
cess, machine, manufacture or composition of matter.
(Data consists of facts, which become information
when they are seen in context and convey meaning to
people. Computers process data without any under'
standing of what that data represents. Computer Dic
tionary 210 (Microsoft Press, 2d ed. 1994).)
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The policy that precludes the pateuting of nonfunc
tional descriptive material would be easily frustrated
if the same descriptive material could be patented
when claimed as an article of manufacture. For exam"
pie, music is commonly sold to consumers in the for
mat of a compact disc. In such cases, the known
compact disc acts as nothing more than a carrier for
nonfunctional descriptive material. The purely non
functional descriptive material cannot alone provide
the practical application for the manufacture.

Office personnel should be prudent in applying the
foregoing guidance. Nonfunctional descriptive mate
rial may be claimed in combination with other func
tional descriptive multi-media material on a
computer-readable medium to provide the necessary
functional and structural interrelationship to satisfy
the requirements of 35 U.S.C. 101. The presence of
the claimed nonfunctional descriptive material is not
necessarily determinative of nonstatutory subject mat
ter. For example, a computer that recognizes a partic
ular grouping of musical notes read from memory and
upon recognizing that particular sequence, causes
another defined series of notes to be played, defines a
functional interrelationship among that data and the
computing processes performed when utilizing that
data, and as such is statutory because it implements a
statutory process.

(c) Natural Phenomena Such as Electricity and
Magnetism

Claims that recite nothing but the physical charac
teristics of a form of energy, such as a frequency, volt
age, or the strength of a magnetic field, define energy
or magnetism, per se, and as such are nonstatutory
natural phenomena. O'Reilly v. Morse, 56 U.S. (15
How.) 62,112-14 (1853). However, a signal claim
directed to a practical application of electromagnetic
energy is statutory regardless of its transitory nature.
See O'Reilly, 56 U.S. at 114-19; In re Breslow, 616
F.2d 516, 519-21, 205 USPQ 221, 225-26 (CCPA
1980).

2. Statutory Subject Matter

For the purposes of a 35 U.S.c. 101 analysis, it is of
little relevance whether the claim is directed to a
machine or a process. The legal principles are the
same. AT&T Corp. v. Excel Communications, Inc.,

172 F.3d 1352, 1357, 50 USPQ2d 1447, 1451 (Fed.
Cir. 1999).

(a) Statutory Product Claims

Products may be either machines, manufactures, or
compositions of matter.

A machine is "a concrete thing, consisting of parts
or of certain devices and combinations of devices."
Burr v. Duryee, 68 U.S. (1 Wall.) 531, 570 (1863).

A manufacture is "the production of articles for use
from raw or prepared materials by giving to these
materials new forms, qualities, properties or combina
tions, whether by hand labor or by machinery."
Chakrabarty, 447 U.S. at 308, 206 USPQ at 196-97
(quoting American Fruit Growers, Inc. v. Brogdex
Co., 283 U.S. 1, 11 (1931».

A composition of matter is "a composition of two
or more substances [or] ... a[] composite article,
whether [it] be the result[] of chemical union, or of
mechanical mixture, or whether ... [it] be [a] gas[],
fluid[], powder[], or solid[]." !d. at 308, 206 USPQ at
197 (quoting Shell Development Co. v. Watson, 149 F.
Supp. 279, 280, 113 USPQ 265, 266 (D.D.C. 1957),
ajJ'd per curiam, 252 F.2d 861, 116 USPQ 428 (D.C.
Cir. 1958».

If a claim defines a useful machine or manufacture
by identifying the physical structure of the machine or
manufacture in terms of its hardware or hardware and
software combination, it defines a statutory product.
See, e.g., Lowry, 32 F.3d at 1583, 32 USPQ2d at
1034-35; Warmerdam, 33 F.3d at 1361-62,
31 USPQ2d at 1760.

Office personnel must treat each claim as a whole.
The mere fact that a hardware element is recited in a
claim does not necessarily limit the claim to a specific
machine or manufacture. Cf. In re Iwahashi, 888 F.2d
1370, 1374-75, 12 USPQ2d 1908, 1911-12 (Fed. Cir.
1989), cited with approval in Alappat, 33 F.3d at 1544
n.24, 31 USPQ2d at 1558 n.24.

A claim limited to a machine or manufacture,
which has a practical application in the technological
arts, is statutory. In most cases, a claim to a specific
machine or manufacture will have a practical applica
tion in the technological arts. See Alappat, 33 F.3d at
1544,31 USPQ2d at 1557 ("the claimed invention as
a whole is directed to a combination of interrelated
elements which combine to form a machine for con
verting discrete waveform data samples into anti-
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aliased pixel illumination intensity data to be dis
played on a display means. This is not a disembodied
mathematical concept which maybe characterized as
an 'abstract idea,' but rather a specific machine to
produce a useful, concrete, and tangible result."); and
State Street, 149 F.3d at 1373, 47 USPQ2d at 1601
("the transformation of data, representing discrete
dollar amounts, by a machine through a series of
mathematical calculations into a final share price,
constitutes a practical application of a mathematical
algorithm, formula, or calculation, because it pro
duces 'a useful, concrete and tangible result' - a final
share price momentarily fixed for recording and
reporting purposes and even accepted and relied upon
by regulatory authorities and in subsequent trades.").
Also see AT&T, 172 F.3d at 1358,50 USPQ2d at 1452
(Claims drawn to a long-distance telephone billing
process containing mathematical algorithms were
held patentable subject matter because the process
used the algorithm to produce a useful, concrete, tan
gible result without preempting other uses of the
mathematical principle.).

(h) Statutory Process Claims

A claim that requires one or more acts to be per
formed defines a process. However, not all processes
are statutory under 35 U.S.C. 101. Schrader, 22 F.3d
at 296, 30 USPQ2d at 1460.To be statutory, a claimed
computer-related process must either: (A) result in a
physical transformation outside the computer for
which a practical application in the technological arts
is either disclosed in the specification or would have
been known toa skilled artisan (discussed in i)
below), or (B) be limited to a practical application
within the technological arts (discussed in ii) below).
See Diamond v.Diehr, 450 U.S. at 183-84, 209 USPQ
at 6 (quoting Cochrane v. Deener, 94 U.S. 780, 787
88 (1877)) ("A [statutory] process is a mode of treat
ment of certain materials to produce a given result. It
is an act, ora series of acts, performed upon the sub
ject-matter to be transformed and reduced to a differ
ent state or thing.... The process requires that certain
things should be done with certain substances, and in
a certain order; but the tools to be used in doing this
may be of secondary consequence."). See also Alap
pat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting
Diamond v. Diehr, 450 U.S. at 192,209 USPQ at 10).
See also id. at 1569, 31 USPQ2d at 1578-79 (New-

man, J., concurring) ("unpatentability of the principle
does not defeat patentability of its practical applica
tions") (citing O'Reilly v. Morse, 56 U.S. (15 How.) at
114-19). If aphysical transformation occurs outside
the computer, a disclosure that permits a skilled arti
santo practice the claimed invention, i.e., to put it to a
practical use, is sufficient. On the other hand, it is
necessary for the claimed invention taken as a whole
to produce a practical application if there is only a
transformation of signals or data inside a computer or
if a process merely manipulates concepts or converts
one set of numbers into another.

A claimed process is clearly statutory if it results in
a physical transformation outside the computer, i.e.,
falls into one or both of the following specific catego
ries C'safe harbors").

i) Safe Harbors

Independent Physical Acts (Post-Compnter
Process Activity)

A process is statutory if it requires physical acts to
be performed outside the computer independent of
and following the steps to be. performed by a pro
grammed computer, where those acts involve the
manipulation of tangible physical objects and result in
the object having a different physical attribute or
structure. Diamond v. Diehr, 450 U.S. at 187,
209 USPQ at 8. Thus, if a process claim includes one
or more post-computer process steps that result in a
physical transformation outside the computer (beyond
merely conveying the direct result of the computer
operation), the claim is clearly statutory.

Examples of this type of statutory process include
the following:

- A method of curing rubber in a mold which relies
upon updating process parameters, using a com
puter processor to determine a time period for cur
ing the rubber, using the computer processor to
determine when the time period has been reached
in the curing process and then opening the mold at
that stage.
- A method of controlling a mechanical robot
which relies.upon storing data in a computer that
represents various types of mechanical movements
of the robot, using a computer processor to calcu
late positioning of the robot in relation to given
tasks to be performed by the robot, and controlling
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the robot's movement and position based on the
calculated position.

Examples of claimed processes that do not achieve
a practical application include:

. - step of "updating alarm limits" found toconsti
tute changing the number value of a variable to
represent the result of the calculation (Parker v.
Flook, 437 U.S. 584, 585, 198 USPQ 193, 195
(1978»;
'final step of "equating" the process outputs to the
values of the last set of process inputs found to
constitute storing the result of calculations (In re
Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136,
145 n.7 (CCPA 1979); and
- step of "transmitting electrical signals represent
ing" the result of calculations (In re De Castelet,
562 F.2d 1236, 1244, 195 USPQ 439, 446 (CCPA

.1977) ("That the computer is instructed to transmit
electrical signals, representing the results of its
calculations, does not constitute the type of 'post
solution activity' found in Flook, [437 U.S. 584,
198 USPQ 193 (1978)], and does not transform the
claim into one for a process merely using an algo
rithm. The final transmitting step constitutes noth
ing more than reading out the result of the
calculations."»; and
-step of displaying a calculation as a gray code
scale (In re Abele, 684 F.2d 902, 908, 214 USPQ
682,687 (CCPA 1982)).

Manipulation of Data Representing Physical
Objects or Activities (Pre-Computer Process
Activity)

Another statutory process is one that requires the
measurements of physical objects or activities to be
transformed outside of the computer into computer
data (In re Gelnovatch, 595 F.2d 32, 41 n.7,
201 USPQ 136, 145 n.7 (CCPA1979) (data-gathering
step did not measure physical phenomenon); Arrhyth
mia, 958 F.2d at 1056, 22 USPQ2d at 1036),
where the data comprises signals corresponding
to physical objects or activities external to the com
puter system, and where the process causes a
physical transformation of the signals which are
intangible representations of the physical objects .or
activities. Schrader, 22 F.3d at 294, 30 USPQ2d at
1459 citing with approval Arrhythmia, 958 F.2d at

1058-59, 22 USPQ2d at 1037-38; Abele, 684 F.2d at
909, 214 USPQ at 688; In re Taner, 681 F.2d 787,
790,214 USPQ 678, 681 (CCPA 1982).

Examples of this type of claimed statutory process
include the following:

- A method of using a computer processor to ana
lyze electrical signals and data representative of
human cardiac activity by converting the signals to
time segments, applying the time segments in
reverse order to a high pass filter means, using the
computer processor to determine the amplitude of
the high pass filter's output, and using the com
puter processor to compare the value to a predeter
mined value. In this example the data is an
intangible representation of physical activity, i.e.,
human cardiac activity. The transformation occurs
when heart activity is measured and an electrical
signal is produced. This process has real world
value in predicting vulnerability to ventricular
tachycardia immediately after a heart attack.
- A method of using a computer processor to
receive data representing Computerized Axial
Tomography ("CAT") scan images of a patient,
performing a calculation to determine the differ
ence between a local value at a data point and an
average value of the data in a region.surrounding
the point.. and displaying the difference as a gray
scale for each point in the image, and displaying
the resulting image. In this example the data is an
intangible representation of a physical object, i.e.,
portions of the anatomy of a patient. The transfor
mation occurs when the condition of the human
body is measured with X-rays and the X-rays are
converted into electrical digital signals that repre
sent the condition of the human body. The real
world value of the invention lies in creating a new
CAT scan image of body tissue without the pres
ence of bones.
- A method of using a computer processor to con
duct seismic exploration, by imparting spherical
seismic energy waves into the earth from a seismic
source, generating a plurality of reflected signals
in response to the seismic energy waves at a set of
receiver positions in an array, and summing the
reflection signals to produce a signal simulating
the reflection response of the earth to the seismic
energy. In this example, the electrical signals pro
cessed by the computer represent reflected seismic
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energy. The transformation occurs by converting
the spherical seismic euergy waves into electrical
signals which provide a geophysical representation
of formations below the earth's surface. Geophysi
cal exploration of formations below the surface of
the earth has real world value.

Examples of claimed processes that independently
limit the claimed.invention to safe harbor include:

- a method of conducting seismic exploration
which requires generating and manipulating sig
nals from seismic energywaves before "summing"
the values represented by the signals (Taner, 681
F.2d at 788, 214 USPQ at 679); and

- a method ofdisplaying X-ray attenuation data as
a signed gray scale signal in a "field" using a par
ticular algorithm, where the antecedent steps
require generating the data using a particular
machine (e.g., a computer tomography scanner).
Abele, 684 F,2d at908, 214USPQ at 687 ("The
specification indicates that such attenuationdata is
available only when an X-ray beam is.produced by
a CAT scanner, passed through an. object, and
detected upon its exit. Only after these steps have
been completed is the algorithm performed.. and
the resultant modified data displayed in the
required format.").

Examples of claimed processes that do not limit the
claimed invention to pre-computing safe harbor
include:

- "perturbing" the values of a set of process inputs,
where the subject matter "perturbed" was a num
ber and the act of "perturbing" consists of substi
tuting the numerical values of variables
(Gelnovatch, 595F.2d at 41 n.7, 201 USPQat 145
n.7 ("Appellants' claimed step of perturbing the
values of a set ofprocess inputs (step 3), in addi
tion to being a mathematical operation, appears to
be a data-gathering step of the type we have held
insufficient to change a nonstatutory method
of calculation into a statutory process.... In
this instance, the perturbed process inputs are not
even measured values of physical phenomena, but
are instead derived by numerically changing the
values in the previous set of process inputs."»; and

- selecting a set of arbitrary measurement point
values (Sarkar, 588 F.2d at 1331, 200USPQ at
135).

if a claim dot'S not clearly fall into one or bothof
the safe harbors, the claim may still be statutory ifit is
limited to apractical application in the technological
arts.

ii) Computer.Related Processes Limited toa
Practical Application in. the Technological
Arts.

There is always some form of physical transforma
tionwithin a computer because a computer acts on
signals and transforms them during its operation and
changes the state ofits components during the execu
tion of a process. Even though such a physical trans
formation occurs within a computer; such activity is
not determinativeof whether the process is statutory
because such transformation alone does not distin
guish a statutory computer process from a nonstatu
tory computer process. What is determinative is not
how the computer performs the process, but what the
computer does to achieve a practical application. See
Arrhythmia, 958F.2dat 1057,22 USPQ2d at 1036.

A process that merely manipulates an .abstract idea
or performs a purely mathematical algorithmis non
statutory despite the fact that it might inherently have
some usefulness. .Tn Sarkar, 588 F.2d at 1335,
200 USPQ at 139, the court explained why. this
approach must be followed:

No mathematical equation can be used; as a practical
matter, withoutestablishingand substituting values for the
variables expressed therein. Substitution of values dic
tated by the formula has thus beeu viewed as a form of
mathematical step. If the stepsof gathering and substitut
ing-_values were _alone sufficient, _every mathematical,
e~uati(Jn, formula, ,or algorithm having any practical use
would beperse subject to patentingas a "process" under
101. Consideration of whether the substitution of specific
valuesis enoughtoconvert thedisembodied ideaspresent
in the formula into an embodiment ofthose ideas, or into
an application of the formula, is foreclosed by the current
stateofthe law.

For such subject matter to be statutory, the claimed
process must be limited to a practical application of
the abstract idea or mathematical algorithm in the
technological arts. See Alappat, 33 F.3d at 1543,
31 USPQ2d at 1556-57 (quoting Diamond 11. Diehr,
450 U.S. ann, 209'USPQ at 10). See also Alappat
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33 F.3d at 1569, 31 USPQ2d at 1578-79 (Newman, J.,
concurring) (''unpatentability of the principle does not
defeat patentability of its practical applications") (cit
ing O'Reillyv. Morse, 56 U.S. (15 How.) at 114-19).
A claim is limited to a practical application when the
method, as claimed, produces a concrete, tangible and
useful result; i.e., the method recites a step or act of
producing something that is concrete, tangible and
useful. See AT&T, 172 F.3d at 1358, 50 USPQ2d at
1452. Likewise, a machine claim is statutory when the
machine, as claimed, produces a concrete, tangible
and useful result (as in State Street, 149 F.3d at 1373,
47 USPQ2dat 1601) and/or when a specific macltine
is being claimed (asin Alappat, 33 F.3d at 1544, 31
USPQ2d at 1557 (in bane), For example, a computer
process that simply calculates a mathematical algo
rithm that models noise is nonstatutory. However, a
claimed process for digitally filtering noise employing
the mathematical algorithm is statutory.

. Examples of this type of claimed statutory process
inclnde the following:

- A computerizedmethod of optimally controlling
transfer, storage and retrieval of data between
cache and hard disk storage devices snchthat the
most frequently used data is readily available,

- A method of controlling parallel processors to
accomplish multi-tasking of several computing
tasks to maximize computing efficiency. See, e.g.,
In re Bernhart, 417 F.2d 1395, 1400, 163 USPQ
611,616 (CCPA 1969).

- A methodof making a word processor by storing
an executable word processing application pro
gram in a general purpose digital computer's
memory, and executing the stored program to
impart word processing functionality to the gen
eral purpose digital computerby changing the state
of the computer's arithmetic logic unit when-pro
gram instructions of the word processing program
are executed.

- A digital filtering process for removing noise
from a digital signal comprising the steps of calcu
lating a mathematical algorithm to produce a cor
rection signal and subtracting the correction signal
from the digital signal to remove the noise.

V. EVALUATE APPLICATION FOR COM·
PLIANCE WITH 35 U.S.C.112

Office personnel should begin their evaluation of
an application's compliance with 35 U.S.C. 112 by
considering the requirements of 35 U.S.C. 112, sec
ond paragraph. The second paragraph contains two
separate and distinct requirements: (A) that the

claim(s) set forth the subject matter applicants regard
as the invention, and (B) that the claim(s) particularly
point out and distinctly claim the invention. An appli
cation will be deficient under 35 U.S.C. 112, second
paragraph when (A) evidence including admissions,
other than in the application as filed, shows applicant
has stated that he or she regards the invention to be
different from what is claimed, or when (B) the scope
of the claims is unclear.

After evaluation of the application for compliance
with 35 U.S.C. 112, second paragraph, Office person
nel should then evaluate the application for compli

ance with the requirements of 35 U.S.C. 112, first
paragraph. The first paragraph contains three separate
and distinct requirements:

(A) adequatewritten description,

(B) enablement, and

(C) best mode.

An application will be deficient under 35 U.S.c.
112, first paragraph when the written description is
not adequate to identify what the applicant has
invented, or when the disclosure does not enable one
skilled in the art to make and use the invention as
claimed without undue experimentation. Deficiencies
related to disclosure of the best mode for carrying out
the claimed invention are not usually encountered
during examination of an application because evi
dence to support such a deficiency is seldom in the
record. Fonar Corp. v. General Electric Co., 107 F.3d
1543, 1548-49, 41 USPQ2d 1801, 1804 (Fed. Cir.

1997).

If deficiencies are discovered with respect to 35
U.S.C. 112, Office personnel must be careful to apply
the appropriate paragraph of 35 U.S.c. 112.
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A. Determine Whether the Claimed Invention
Complies with 35 U.S.c. 112, Second Para
graph Requirements

1. Claims Setting Forth the Subject Matter Ap
plicant Regards as Invention

Applicant's specification must conclude with
c1aim(s) that set forth the subject matter which the
applicant regards as the invention. The. invention set
forth in the claims is presumed to be that which appli
cant regards as the invention, unless applicant consid
ers the invention to be something different from what
has been claimed as shown by evidence, including
admissions, outside the application as filed. An appli
cant may change what he or she regards as the inven
tion during the prosecution of the application.

2. Claims Particularly Pointing Out and Dis
tinctly Claiming the Invention

Office personnel shall determine whether the
claims set out and circumscribe the invention with a
reasonable degree of precision and particularity. In
this regard, the definiteness of the language must be
analyzed, not in a vacuum, but always in light of the
teachings of the disclosure as it would be interpreted
by one ofordinary skill in the art. Applicant's claims,
interpreted in light of the disclosure, must reasonably
apprise a person of ordinary skill in the art of the
invention. However, the applicant need not explicitly
recite in the claims every feature of the invention. For
example, if an applicant indicates that the invention is
a particular computer, the claims do not have to recite
every element or feature of the computer. In fact, it is
preferahle for claims to be drafted in a form that
emphasizes what the applicant has invented (i.e., what
is new rather than old). In re Dassel, 115 F.3d 942,
946,42 USPQ2d 1881, 1884 (Fed, Cir. 1997).

A means plus function limitation is distinctly
claimed if the description makes it clear that the
means corresponds to well-defined structure of a com
puter or computer component implemented in either
hardware or software and its associated hardware plat
form. Atmel Corp. v. Information Storage Devices
Inc., 198 F.3d 1374, 1380, 53 USPQ2d 1225, 1229
(Fed. Cir. 1999); B. Braun Medical, Inc. v. Abbott
Labs., 124 F.3d.1419, 1424, 43 USPQ2d 1896, 1899
(Fed. Cir. 1997)..Such means may be defined as:

- a programmed computer with a particular func
tionality implemented in hardware or hardware
and software;
- a logic circuit or other component of a pro
grammed computer that performs a series of spe
cifically identified operations dictated by a
computer program; or
- a computer memory encoded with executable
instructions representing a computer program that
can cause a computer to function in a particular
fashion.

The scope of a "means" limitation is defined as the
corresponding structure or material (e.g., a specific
logic circuit) set forth in the written description and
equivalents. See MPEP § 2181 through § 2186. Thus,
a claim using means plus function limitations without
corresponding disclosure of specific structures Or
materials that are not well-known fails to particularly
point out and distinctly claim the invention. Dassel,
115 F.3d at 946-47, 42 USPQ2d at 1884-85. For
example, if the applicant discloses only the functions
to be performed and provides no express, implied or
inherent disclosure of hardware or a combination of
hardware and software that performs the functions,
the application has not disclosed. any "structure"
which corresponds to the claimed means. Office per
sonnel should reject such claims under 35 U.S.C. 112,
second paragraph. B, Braun Medical, 1,24 F.3d at
1424, 43 USPQ2d at 1899. The rejeetionshifts the
burden to the applicant to describe at least one spe
cific structure or material that corresponds to the
claimed 'means in question, and to identify the precise
location or locations in the specification where a
description of at least one embodiment of that claimed
means can be found. In contrast, if the corresponding
structure is disclosed to be a memory or logic circuit
that has been configured in some manner to perform
that function (e.g., using a defined computer pro
gram), the application has disclosed "structure" which
corresponds to the claimed means.

When a claim or part ofa claim is defined in com
puter program code, whether in source or object code
format, a person of skill in thy art must be able to
ascertain the metes and bounds of the claimed inven
tion.i.In certain circumstances, as where self-docu
menting programming code is employed, use of
programming language in a claim would be permissi
ble because such program source code presents "suffi-
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ciently high-level language and descriptive
identifiers" to make it universally understood to oth
ers in the art without the programmer haviug to insert
any commeuts. See Computer Dictiouary 353
(Microsoft Press, 2ed. 1994) for a defiuition of "self
documenting code." Applicants should be encouraged
to functionally define the steps the computer will per
form rather than simply reciting source or object code
instructions.

B. Determine Whether the Claimed Invention
Complies with 35 U.s.c. Il2, First Paragraph
Requirements

1. Adequate Written Description

The satisfaction of the enablement requirement
does not satisfy the written description requirement.
See In re Barker, 559 F.2d 588, 591, 194 USPQ 470,
472 (CCPA 1977) (a specification may be sufficient to
enable one skilled in the art to make and use the
invention, but still fail to comply with the written
description requirement). See also In re Dil.eone,
436 F.2d 1404, 1405, 168 USPQ 592, 593 (CCPA
1971). For the written description requirement, an
applicant's specification must reasonably convey to
those skilled in the art that the applicant was in pos
session of the claimed invention as of the date of
invention. Regents of the University of California v.
Eli Lilly & Co., 119 F.3d 1559, 1568, 43 USPQ2d
1398, 1405 (Fed. Cir. 1997); Hyatt v. Boone, 146 F.3d
1348, 1354,47 USPQ2d 1128, 1132 (Fed. Cir. 1998).
The claimed invention subject matter need not be
described literally, i.e., using the same terms, in order
for the disclosure to satisfy the description require
ment. Software aspects of inventions may be
described functionally. See Robotic Vision Sys. v. View
Eng'g, Inc., 112 F.3d 1163, 1166, 42 USPQ2d 1619,
1622-23 (Fed. Cir. 1997); Fonar Corp. v. General
Electric Co., 107 F.3d 1543, 1549,41 USPQ2d 1801,
1805 (Fed. Cir. 1997); In re Hayes Microcomputer
Prods., Inc., 982 F.2d 1527, 1537-38, 25 USPQ2d
1241, 1248-49 (Fed. Cir. 1992).

2. Euabling Disclosure

An applicant's specification must enable a person
skilled in the art to make and use the claimed inven
tion without undue experimentation. The fact that
experimentation is complex, however, will not make

it undue if a person of skill in the art typically engages
in such complex experimentation. For a computer
related invention, the disclosure must enable a skilled
artisan to configure the computer to possess the requi
site functionality, and, where applicable, interrelate
the computer with other elements to yield the claimed
invention, without the exercise of undue experimenta
tion. The specification should disclose how to config
ure a computer to possess the requisite functionality
or how to integrate the programmed computer with
other elements of the invention, unless a skilled arti
san would know how to do so without such disclo
sure. See, e.g., Dossel, 115 F.3d at 946-47,
42 USPQ2d at 1884-85; Northern Telecom v.
Datapoint Corp., 908 F.2d 931,941-43, 15 USPQ2d
1321, 1328-30 (Fed. Cir.1990) (judgment of invalid
ity reversed for clear error where expert testimony on
both sides showed that a programmer of reasonable
skill could write a satisfactory program with ordinary
effort based on the disclosure); DeGeorge v. Bernier,
768 F.2d 1318, 1324, 226 USPQ 758, 762-63 (Fed.
Cir. 1985) (superseded by statute with respect to
issues not relevant here) (invention was adequately
disclosed for purposes of enablement even though all
of the circuitry of a word processor was not disclosed,
since the undisclosed circnitry was deemed inconse
quential because it did not pertain to the claimed cir
cuit); In re Phillips, 608 F.2d 879, 882-83, 203 USPQ
971,975 (CCPA 1979) (computerized method of gen
erating printed architectural specifications dependent
on use of glossary of predefined standard phrases and
error-checking feature enabled by overall disclosure
generally defining errors); In re Donohue, 550 F.2d
1269, 1271, 193 USPQ 136, 137 (CCPA 1977)
("Employment of block diagrams and descriptions of
their functions is not fatal under 35 U.S.C. 112, first
paragraph, providing the represented structure is con
ventional and can be determined without undue exper
imentation."); In re Knowlton, 481 F.2d 1357, 1366
68,178 USPQ 486, 493-94 (CCPA 1973) (examiner's
contention that a software invention needed a detailed
description of all the circuitry in the complete hard
ware system reversed).

For many computer-related inventions, it is not
unusual for the claimed invention to involve more
than one field of technology. For such inventions, the
disclosure must satisfy the enablement standard for
each aspect of the invention. See In re Naquin, 398
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F.2d 863, 866, 158 USPQ 317, 319 CCPA 1968)
("When an invention, in its different aspects; involves
distinct arts, that specification is adeqnate which
enables the adepts of each art, those who have.the best
chance of being enabled, to carry out the aspect
proper to their specialty."); Ex parte Zechnall, 194
USPQ 461, 461 (Bd. App. 1973) ("appellants' disclo
sure must be held sufficient if it would enable a per
son skilled in the electronic computer art, in
cooperation with a person skilled in the fuel injection
art, to make and useappellants' invention"). As such,
the disclosure must teach a person skilled in each art
how to make and use the relevant aspect of the inven
tion without undue experimentation. For example, to
enable a claim to a programmed computer that deter
mines and displays the three-dimensional structure of
a chemical compound, the disclosure must

- enable a person skilled in the art of molecular
modeling to understand and practice the underly
ing molecular modeling processes; and

- enable a person skilled in the art of computer pro
gramming to create a program that directs a com
puter to create and display the image representing
the three-dimensional structure of the compound.

In other words, the disclosure corresponding to
each aspect of the invention must be enabling to a per
son skilled in each respective art.

In many instances, an applicant will describe a pro
grammed computer by outlining the significant ele
ments of the programmed computer using a functional
block diagram. Office personnel should review the
specification to ensure that along with the functional
block diagram the disclosure provides information
that adequately describes each "element" in hardware
or hardware and its associated software and how such
elements are interrelated. See In re Scarbrough, 500
F.2d 560, 565, 182 USPQ 298, 301-02 (CCPA 1974)
("It is not enough that a person skilled in the art, by
carrying on investigations along the line indicated in
the instant application, and by a great amount of work
eventually might find out how to make and use the
instant invention. The statute requires the application
itself to inform, not to direct others to find out for
themselves (citation omitted)."); Knowlton, 481 F.2d
at 1367, 178 USPQ at 493 (disclosure must constitute
more than a "sketchy explanation of flow diagrams or
a bare group of program listings together with a refer-

ence to a proprietary computer on which they might
be run"). See also In re Gunn, 537 F.2d 1123, 1127
28, 190 USPQ 402, 405 (CCPA 1976); In re Brands
tadter, 484 F.2d 1395, 1406-07, 179 USPQ 286,
294 (CCPA 1973); and In re Ghiron, 442 F.2d 985,
991, 169 USPQ 723, 727-28 (CCPA 1971).

VI. DETERMINE WHETHER THE CLAIMED
INVENTION COMPLIES WITH 35 U.S.C.
10ZAND 103

As is the case for inventions in any field of technol
ogy, assessment of a claimed computer-related inven
tion for compliance with 35 U.s.C. 102 and 103
begins with a comparison of the claimed subject mat
ter to what is known in the prior art. If no differences
are found between the claimed invention and the prior
art, the claimed invention lacks novelty and is to be
rejected by Office personnel under 35 U.S.C. 102.
Once distinctions are identified between the claimed
invention and the prior art, those distinctions must be
assessed and resolved in light of the knowledge pos
sessed by a person of ordinary skill in the art. Against
this backdrop, one must determine whether the inven
tion would have been obvious at the time the inven
tion was made. If not, the claimed invention satisfies
35 U.S.c. 103. Factors and considerations dictated by
law governing 35 U.S.c. 103 apply without modifica
tion to computer-related inventions. Moreover, merely
using a computer to automate a known process does
not by itself impart nonobviousness to the invention.
See Dann v. Johnston, 425 U.S. 219, 227-30,
189 USPQ 257, 261 (1976); In re Venner, 262 F.2d
91,95, 120 USPQ 193, 194 (CCPA 1958).

If the difference between the prior art and the
claimed invention is limited to descriptive material
stored on or employed by a machine, Office personnel
must determine whether the descriptive material is
functional descriptive material or nonfunctional
descriptive material, as described supra in paragraphs
IV.B.I(a) and IV. B.l(b). Functional descriptive mate
rial is a limitation in the claim and must be considered
and addressed in assessing patentability under 35
U.S.c. 103. Thus, a rejection of the claim as a whole
under 35 U.S.C. 103 is inappropriate unless the func
tional descriptive material would have been suggested
by the prior art. In re Dembiczak, 175 F.3d 994, 1000,
50 USPQ2d 1614, 1618 (Fed. Cir. 1999). Nonfunc
tional descriptive material cannot render nonobvious
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an invention that would have otherwise been obvious.
Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ
401,404 (Fed. Cir. 1983) (when descriptive material
is not functionally related to the substrate, the descrip
tive material will not distinguish the invention from
the prior art in terms of patentability).

Common situations involving nonfunctional
descriptive material are:

- a computer-readable storage medium that differs
from the prior art solely with respect to nonfunc
tional descriptive material, such as music or a liter
ary work, encoded on the medium,
- a computer that differs from the prior art solely
with respectto nonfunctional descriptive material
that cannot alter how the machine functions (i.e.,
the descriptive material does not reconfigure the
computer), or
- a process that differs from the prior art only with
respect to nonfunctional descriptive material that
cannot alter how the process steps are to be per
formed to achieve the utility of the invention.

Thus, if the prior art suggests storing a song on a
disk, merely choosing a particular song to store on the
disk would be presumed to be well within the level of
ordinary skill in the art at the time the invention was
made. The difference between the prior art and the
claimed invention is simply a rearrangement of non
functional descriptive material.

VII. CLEARLY COMMUNICATE FINDINGS,
CONCLUSIONS AND THEIR BASES

Once Office personnel have concluded the above
analyses of the claimed invention under all the statu
tory provisions, including 35 U.S.C. 101, 112, 102
and 103, they should review all the proposed rejec
tions and their bases to confirm their correctness.
Ouly then should any rejection be imposed in an
Office action. The Office action should clearly com
municate the findings, conclusions and reasons which
support them.
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2106.01 Computer Programming and
35 U.S.C. 112, First Paragraph

The requirements for sufficient disclosure of inven
tions involving computer programming is the same as
for all inventions sought to be patented. Namely, there
must be an adequate written description, the original
disclosure should be sufficiently enabling to allow
one to make and use the invention as claimed, and
there must be presentation of a best mode for carrying
out the invention.

The following guidelines, while applicable to a
wide range of arts, are intended to provide a guide for
analyzing 35 U.S.c. 112, first paragraph, issues in
applications involving computer programs, software,
firmwate, or block diagram cases wherein one or
more of the "block diagram" elements are at least par
tially comprised of a computer software compouent.It
should be recognized that sufficiency of disclosure
issues in computer cases necessarily will require an
inquiry into both the sufficiency of the disclosedhard
ware as well as the disclosed software due to the inter
relationship and interdependence of computer
hardware aud software.

WRITTEN DESCRIPTION

The function of the description requirement is to
ensure that the inventor had possessionof, as of the
filing date of the application relied on, the specific
subject matter later claimed by him or her; how the
specification accomplishes this is not material. In re
Herschler, 591 F.2d 693, 700-01, 200 USPQ 711, 717
(CCPA 1979) and further reiterated in In re Kaslow,
707 F.2d 1366, 707 F.2d 1366,217 USPQ 1089 (Fed.
Cir. 1983). See also MPEP § 2163 - § 2163.04.

BEST MODE

The purpose of the best mode requirement is to
"restrain inventors from applying for patents while at
the same time concealing from the public the pre
ferred embodiments of their inventions which they
have in fact conceived," In re Gay, 309 F.2d 769, 772,
135 USPQ 311, 315 (CCPA 1962); "only evidence of
concealment + (accidental or intentional) is to be con
sidered [in judging the adequacy of a best mode dis
closure]. That evidence, in order to result in
affirmance of a best mode rejection, must tend to
show that the quality of an applicant's best mode dis-

closure is so poor as to effectively result in conceal
ment." In re Sherwood, 613 F.2d 809, 816-817, 204
USPQ 537, 544 (CCPA 1980). Also, see White Can
so!. Indus. v. Vega Servo-Control Inc., 214 USPQ
796,824 (S.D. Mich. 1982), ajf'd on related grounds,
713 F.2d 788, 218 USPQ 961 (Fed. Cir. 1983). See
also MPEP § 2165 - § 2165.04.

There are two faCtual inquiries to be made in deter
mining whether a specification satisfies the best mode
requirement. First, there must be a subjective determi
nation as to whether at the time the application was
filed, the inventor knew of a best mode Of practicing
the invention. Second, if the inventor had a best mode
of practicing the invention, there must be an objective
determination as to whether the best mode was dis
closed in sufficient detail to allow one skilled in the
art to practice it. Fonar Corp. v. General Electric Co.,
107 F.3d 1543,41 USPQ2d 1801, 1804 (Fed. Cir.
1997); Chemcast Corp. v. Arco Industries, 913 F.2d
923,927-28, 16 USPQ2d 1033, 1036 (Fed. Cir. 1990).
"As a general rule, where software constitutes part of
a best mode of carrying out an invention, description
of such a best mode is satisfied by a disclosure of the
functions of the software. This is because, normally,
writing code for such software is within the skill of
the art,notrequiring undue experimentation, once its
functions have been disclosed. . . . [F]low charts or
source code listings are not a requirement for ade
quately disclosing the functions of software." Fonar
Corp., 107 F.3d at 1549, 41 USPQ2d at 1805 (cita
tionsomitted).

ENABLEMENT

When basing a rejection on the failure of the appli
cant's disclosure to meet the enablement provisions of
the first paragraph of 35 U.S.C. 112, the examiner
must establish on the record that he or she has a rea
sonable basis for questioning the adequacy of the dis
closure to enable a person of ordinary skill in the art
to make and use the claimed invention without resort
ing to undue experimentation. See In re Brown, 477
F.2d 946,177 USPQ 691 (CCPA 1973); In re Ghiron,
442 F.2d 985, 169 USPQ 723 (CCPA 1971). Once the
examiner has advanced a reasonable basis for ques
tioning the adequacy of the disclosure, it becomes
incumbent on the applicant to rebut that challenge and
factually demonstrate that his or her application dis
closure is in fact sufficient. See In re Doyle, 482 F.2d
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1385, 1392, 179 USPQ 227, 232 (CCPA 1973); In re
Scarbrough, 500 F,2d 560, 566, 182 USPQ 298, 302
(CCPA 1974); In re Ghiron, supra. See. also MPEP
§ 2106, paragraph V.B.2 and § 2164 - § 2164.08(c).

2106.02 Disclosure in Computer
Programming Cases

To establish a reasonable basis for qnestioning the
adeqnacy of a disclosure, the examiner must present a
factual analysis of a disclosure to show that a person
skilled in the art would not be able to make and use
the claimed invention without resorting to undue
experimentation.

In computer applications, it is not unusual for the
claimed invention to involve two areas of prior art or
more than one technology, e.g., an appropriately pro
grammed computer and an area of application of said
computer. White Consolo Indus., 214 USPQ at 821. In
regard to the "skilled in the art" standard, in cases
involving both the art of computer programming, and
another technology, the examiner must recognize that
the knowledge of persons skilled in both technologies
is the appropriate criteria for determining sufficiency.
See In re Naquin, 398 F,2d 863, 158 USPQ 317
(CCPA 1968); In re Brown, 477 F.2d 946, 177 USPQ
691 (CCPA 1973); and White Consol. Indus. V. Vega
Servo-Control, Inc., 214 USPQ 796, 822 (S.D.Mich.
1982), aff'd on related. grounds, 713 F,2d 788,
218 USPQ 961 (Fed. Cir. 1983).

In a typical computer application, system compo
nents 'are often represented in.a "block diagram" for
mat, i.e., a group of hollow rectangles representing
the elements of the system, functionally labelled, and
interconnected by lines. Such block diagram com
puter cases may be categorized into (A) systems
which include but are more comprehensive than a
computer and (B) systems wherein the block elements
are totally within the confines of a computer.

BLOCK ELEMENTS MORE COMPREHEN·
SIVE THAN A COMPUTER

The first category of such block diagram cases
involves systems which include a computer as well as
other system hardware and/or software components.
In order to meet his or her burden of establishing a
reasonable basis for questioning the adequacy of such
disclosure, the examiner should initiate a factual anal
ysis.of the system by focusing on each of the individ-

ual block element components. More specifically,
such an inquiry should focus on the diverse functions
attributed to each block element as well as the teach
ings in the specification as to how such a component
could be implemented. If based on such an analysis,
the examiner can reasonably contend that more than
routine experimentation would be required by one of
ordinary skill in the art to implement such a compo
nent or components, that component or components
should specifically be challenged by the examiner as
part of a 35 U.S.C. 112, first paragraph rejection.
Additionally; the examiner should determine whether
certain of the hardware or software components
depicted as block elements are themselves complex
assemblages which have widely differing characteris
tics and which must be precisely coordinated with
other complex assemblages. Under such circum'
stances, a reasonable basis may exist for challenging
such a functional block diagram form of disclosure,
See In re Ghiron, 442 F,2d 985, 169 USPQ 723
(CCPA 1971) and In re Brown, supra. Moreover, even
if the applicant has cited prior art patents or publica'
tions to demonstrate that particular block diagram
hardware or software components are old, it should
not always be considered as self-evident how such
components are to be interconnected to function in a
disclosed complex manner. See In ire Scarbrough,
500 F,2d560, 566,182 USPQ 298,301 (CCPA 1974)
and In reForman, 463 F,2d 1125, 1129, 175 USPQ
12, 16 (CCPA 1972). Furthermore, in complexsys
teins including a digital computer, a microprocessor,
or a complex control unit as one of many block dia
gram elements, timing between various system ele
ments may be of the essence and without a timing
chart relating the timed sequences for each element,
an unreasonable amount Of work may be required to
come up with the detailed relationships an applicant
alleges that he or she has solved. See In re Scar
brough, 500 F,2d at 566, 182 USPQ at302.

For example, in a block diagram disclosure of a
complex claimed system which includes a micropro
cessor and other system components controlled by
the microprocessor, a mere reference to a prior art,
commercially available microprocessor, without
any description of the precise operations to be per
formed by the microprocessor, fails to. disclose how
such a microprocessor would be properly pro
grammed to either perform any required calculations.
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or to coordinate the other system components in the
proper timed sequence to perform the functions dis
closed and claimed. If, in such a system, a particular
program is disclosed, such a program should be care
fully reviewed to ensure that its scope is commensu
rate with the scope of the functions attributed to such
a program in the claims. See In re Brown, 477 F.2d at
951, 177 USPQ at 695. If the disclosure fails to dis
close any program and if more than routine experi
mentation would be required of one skilled in the art
to generate such a program, the examiner clearly
would have a reasonable basis for challenging the suf
ficiency of such a disclosure. The amount of experi
mentation that is considered routine will vary
depending on the facts and circumstances of individ
ual cases. No exact numerical standard has been fixed
by the courts, but the "amount of required experimen
tation must, however, be reasonable." White Consolo
Indus., 713 F.2d at 791, 218 USPQ at 963. One court
apparently found that the amount of experimentation
involved was reasonable where a skilled programmer
was able to write a general computer program, imple
menting an embodiment form, within 4 hours. Hir
schfield V. Banner, 462 F. Supp. 135, 142,200 USPQ
276, 279 (D.D.C. 1978), aff'd, 615 F.2d 1368 (D.C,
Cir. 1986), cert. denied, 450 U.S. 994 (1981). On the
other hand, another court found that, where the
required period of experimentation for skilled pro
grammers to develop a particular program would run
to 1 to 2 man years, this would be "a clearly unreason
able requirement" (White Consolo Indus., 713 F.2d at
791,218 USPQ at 963).

BLOCK ELEMENTS WITHIN A COMPUTER

The second category of block diagram cases occurs
most frequently in pure data processing applications
where the combination of block elements is totally
within the confines of a computer, there being no
interfacing with external apparatus other than normal
input/output devices. In some instances, it has been
found that particular kinds of block diagram disclo
sures were sufficient to meet the enabling requirement
of 35 U.S.C. 112, first paragraph. See In re Knowlton,
481 F.2d 1357, 178 USPQ 486 (CCPA 1973), In re
Comstock, 481 F.2d 905, 178 USPQ 616 (CCPA
1973). Most significantly, however, in both the Com
stock and Knowlton cases, the decisions turned on the
appellants' disclosure of (A) a reference to and reli-

ance on an identified prior art computer system and
(B) an operative computer program for the referenced
prior art computer system. Moreover, in Knowlton the
disclosure was presented in such a detailed fashion
that the individual program's steps were specifically
interrelated with the operative structural elements in
the referenced prior art computer system. The court in
Knowlton indicated that the disclosure did not merely
consist of a sketchy explanation of flow diagrams or a
bare group of program listings together with a refer
ence to a proprietary computer in which they might be
run. The disclosure was characterized as going into
considerable detail in explaining the interrelationships
between the disclosed hardware and software ele
ments. Under such circumstances, the Court consid
ered the disclosure to be concise as well as full, clear,
and exact to a sufficient degree to satisfy the literal
language of 35 U.S.c. 112, first paragraph. It must be
emphasized that because of the significance of the
program listing and the reference to and reliance on
an identified prior art computer system, absent either
of these items, a block element disclosure within the
confines of a computer should be scrutinized in pre
cisely the same manner as the first category of block
diagram cases discussed above.

Regardless of whether a disclosure involves block
elements more comprehensive than a computer or
block elements totally within the confines of a com
puter, the examiner, when analyzing method claims,
must recognize that the specification must be ade
quate to teach how to practice the claimed method. If
such practice requires a particular apparatus, it is axi
omatic that the application must therefore provide a
sufficient disclosure of that apparatus if such is not
already available. See In re Ghiron, 442 F.2d 985,
991, 169 USPQ723, 727 (CCPA 1971) and In re
Gunn,537 F.2d 1123, 1128, 190 USPQ 402, 406
(CCPA 1976). When the examiner questions the ade
quacy of computer system or computer programming
disclosures, the examiner's reasons for finding the
specification to be nonenabling should be supported
by the record as a whole. In this regard, it is also
essential for the examiner to reasonably challenge evi
dence submitted by the applicant. For example, in In
re Naquin, supra, affiant's statement unchallenged
by the examiner, that the average computer program"
mer was familiar with the subroutine necessary for
performing the claimed process, was held to be a
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statement of fact which rendered the examiner's rejec
tion baseless. In other words, unless the examiner pre
sents a reasonable basis for challenging the disclosure
in view of the record as a whole, a 35 U.S.C. 112, first
paragraph rejection in a computer system or computer
programming application will not be sustained on
appeal.See In re Naquin, supra, and In re Morehouse,
545 F.2d 162, 165-66, 192 USPQ 29, 32 (CCPA
1976).

While no specific universally applicable rule exists
for recognizing an insufficiently disclosed application
involving computer programs, an examining guide
line to generally follow is to challenge the sufficiency
of snch disclosures which fail to include either the
computer program itself or a reasonably detailed
flowchart which delineates the sequence of operations
the program must perform. In programming applica
tionssoftware disclosure only includes a flowchart, as
the complexity offunctions and the generality ofthe
individual components of the flowchart increase, the
basis for challenging the sufficiency of such a flow
chart becomes more reasonable because the likelihood
of more than routine experimentation being required
to generate a working program from such a flowchart
also increases.

As stated earlier, once an examiner has advanced a
reasonable basis or presented evidence to question the
adequacy of a computer system or computer program
ming disclosure, the applicant must show that his or
her specification would enable one of ordinary skill in
the art to make and use the claimed invention without
resorting to undue experimentation. In most cases;
efforts to meet this burden involve submitting affida
vits, referencing prior art patents or technical publica
tions, arguments of counsel, or combinations of these
approaches.

AF'F'IDAVI'f PRAC'fICE (37 CF'R 1.132)

In computer cases, affidavits must be critically ana
lyzed. Affidavit Practice usuallyinitially involves
analyzing the skill level and/or qualifications of the
affiant, which should be of the routineer in the art.
When an affiant's skill level is higher than that
required by the routineer for a particular application,
an examiner may challenge the affidavit. since it
would not be made by a routineer in the art, and there
fore would not be probative as to the amount of exper
imentation required. by a routineer in the art to

implement the invention. An affiant having a skill
level or qualifications above that of theroutineer in
the art would require less experimentation to imple
ment the claimed invention than that for the routineer.
Similarly, an affiant having a skill level or qualifica
tions below that of the routineer in the art would
require more experimentation to implement the
claimed invention than that for the routineerin the art.
In either situation, the standard of the routineer in the
art would not have been met.

In colllPuter systems or prograruming cases, the
problems with a given affidavit, which relate to the
sufficiency of .disclosure issue, generally involve affi
ants submitting few facts to support their conclusions'
or opinions. Some affida~it~ may go so far as to
present conclusions on the ultimate legal question of
sufficiency. In re Brandstadter, 484 F.2d 1395,
179 USPQ 286 (CCPA 1973), illustrates the extent of
the inquiry into the factual basis underlying an affi
ant's conclusions or opinions. In Brandstadter, the
invention concerued a. stored program controller
(computer) programmed to control the storing,
retrieving, and forwarding of messages in a communi
cations system. The disclosure c.onsisted of broadly
defined block diagrams of the struct'll"e of the inven
tionand no flowcharts or program listings of the pro
grams of the controller. The Court quoted extensively
from the Examiner's Office Actions an.d EXilpriner's
Answer in its opinion where it was apparent that the
Examiner consistently argued that the disclosure was
merely a broad system diagram in the form of labelled
block diagrams along with statements of a myriad of
desired results. Various affidavits were presented in
which the affiants stated that all or some of the system
circuit elements in the block diagrams were either
well-known in the art or "could.be constructed" by the
skilled design engineer, that the controller was "capa
ble of being programmed" to perform the stated func
tions or results desired, and that the routineer in the art
"could design or construct or was able to program?'
the system. The Court did consider the affiants'<state
ments as being some evidence on the ultimate legal
question of enablement but concluded that the state
ments failed in their purpose since' they recited con
clusions or opinions with few facts to support or
buttress these conclusions'.' With reference to the
lack of a disclosed computer program or even a flow
chart of the program to control the message switching
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system, the record contained no evidence as to the
number of programmers needed, the number of man
honrs and the level of skill of the programmers to pro
duce the program required to practice the invention.

It should be noted also that it is not opinion evi
dence directed to the ultimate legal question of
enablement, but rather factual evidence directed to the
amount of time and effort and level of knowledge
required for the practice of the invention from the dis
closure alone which can be expected to rebut a prima
facie case of nonenablement. See Hirschfield, 462 F.
Supp. at 143, 200 USPQ at 281. It has also been held
that where an inventor described the problem to be
solved to an affiant, thus enabling the affiant to gener
ate a computer program to solve the problem, such an
affidavit failed to demonstrate that the application
alone would have taught a person of ordinary skill in
the art how to make and use the claimed invention.
See In re Brown, 477 F.2d at 951, 177 USPQ at 695.
The Court indicated that it was not factually estab
lished that the applicant did not convey to the affiant
vital and additional information in their several meet
ings in addition to that set out in the application. Also
of significance for an affidavit to be relevant to the
determination of enablement is that it must be proba
tive of the level of skill of the routineer in the art as of
the time the applicant filed his application. See In re
Gunn, 537 F.2d at 1128, 190 USPQ at 406. In this
case, each of the affiants stated what was known at the
time he executed the affidavit, and not what was
known at the time the applicant filed his application.

REFERENCING PRIORARTDOCUMENTS

Earlier, it had been discussed that citing in the spec
ification the commercial availability of an identified
prior art computer system is very pertinent to the issue
of enablement. But in some cases, this approach may
not be sufficient to meet the applicant's burden.
Merely citing in an affidavit extracts from technical
publications in order to satisfy the enablement
requirement is not sufficient if it is not made cleat that
a person skilled in the art would know which, or what
parts, of the cited circuits could be used to construct
the claimed device or how they could be intercon
nected to act in combination to produce the reqnired
results. See In re Forman, 463 F.2d at 1129,
175 USPQ at 16. This analysis would appear to be
less critical where the circnits comprising applicant's

system ate essentially standard components compris
ing an identified prior art computer system and a stan
dard device attached thereto.

Prior art patents ate often relied on by applicants to
show the state of the art for purposes of enablement.
However, these patents must have an issue date earlier
than the effective filing date of the application under
consideration. See In re Budnick, 537 F.2d 535, 538,
190 USPQ 422, 424 (CCPA 1976). An analogous
point was made in In re Gunn, supra, where the court
indicated that patents issued after the filing date of the
applicant's application ate not evidence of subject
matter known to any person skilled in the art since
their subject matter may have been known only to the
patentees and the Patent and Trademark Office.

Merely citing prior art patents to demonstrate that
the challenged components ate old may not be suffi
cient proof since, even if each of the enumerated
devices or labelled blocks in a block diagram disclo
sure were old, per se, this would not make it self-evi
dent how each would be interconnected to function in
a disclosed complex combination manner. Therefore,
the specification in effect must set forth the integra
tion of the prior art; otherwise, it is likely that undue
experimentation, or more than routine experimenta
tion would be required to implement the claimed
invention. See In re Scarbrough, 560 F.2d at 565,
182 USPQ at 301. The court also noted that any cited
patents which ate used by the applicant to demon
strate that particular box diagram hardware or soft
wate .components ate old must be analyzed as to
whether such patents ate germane to the instant inven
tion and as to whether such patents provide better
detail of disclosure as to such components than an
applicant's own disclosure. Also any patent or publi
cation cited to provide evidence that a particular pro
gramming technique is well-known in the
programming art does not demonstrate that one
of ordinary skill in the art could make and use corre
spondingly disclosed programming techniques
unless both programming techniques ate of approxi
mately the same degree of complexity. See In re
Knowlton, 500 F.2d 566, 572, 183 USPQ 33,
37 (CCPA 1974).

ARGUMENTS OF COUNSEL

Arguments of counsel may be effective in estab
lishing that an examiner has not properly met his
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or her burden or has otherwise erred ill his or her posi
tion. In these situations, an examiner may have failed
to set forth any basis for questioning the adequacy of
the disclosure or may not have considered the whole
specification, including the drawings and the written
description. However, it must be emphasized that
arguments of counsel alone cannot take the place of
evidence in the record once an examiner has advanced
a reasonable basis for questioning the disclosure. See
In re Budnick, 537 Fo2dat 538, 190 USPQ at 424; In
re Schulze, 346 F.2d.600, 145 USPQ 716 (CCPA
1965); In re Cole, 326 F.2d769, 140 USPQ 230
(CCPA 1964). For example, in a case where' the
record consisted substaritially of arguments and opin
ions of applicant's attorney, the court indicated that
factual affidavits could have provided important evi
dence on the issue of enablement. See In re Knowlton,
500 F.2d at 572, 183 USPQ at 37; In re Wiseman, 596
F.2d 1019,201 USPQ658 (CCPA 1979).

2107 Guldellnes for Examinationl
of Applications for Compliance
with the 'Utility Requirement

I. INTRODUCTION

The following Guidelines establish, the policies and
procedures to be followed by Office jlersonnel in the
evaluation of any patent application .for compliance
with the utility requirements of 35 U.S.c. 101 and
112. These Guidelines have been promulgated to
assist Office personnel in their review of applications
for compliance with the utility requirement. The
Guidelines do not alter the substantive requirements
of 35 U.S.C. 101 and 112, nor are they designed to
obviate the examiner's review. of applications for
compliance with all other statutory requirements for
patentability. The. Guidelines do not constitute sub
stantive rulemaking and hence do not have the force
and effect of law. Rejections will be based upon. the
substantive law, and it is these rejections which are
appealable. Consequently, any perceived failure by
Office personnel to follow these Guidelines is neither
appealable nor petitionable.

n. EXAMINATION GUIDELINES FOR THE
UTIL.ITY REQUIREMENT

Office personnel are to adhere to the following
procedures when reviewing patent applications for

compliance with the "useful invention" ("utility")
requirement of 35 U.S.c. 101 and 112, first para
graph.

(A) Read the claims and the supporting written
description.

(I) Determine what the applicant has claimed,
noting any specific embodiments of the invention.

(2) Ensure that the claims define statutory sub
ject matter (i.e., a process, machine, manufacture;
composition"f matter, or improve I1lent thereof).

(3) If at any time during the examination, it
becomes readily ~pparent that theclaimed invention
has a well-established utility, do not. impose a rejes
tion bas~d on lack of utility. An invention has a Well,
establish~?utilityif(i) a perso~ofordinary skill in
the.art would immediately appreciate why the inven
tion is useful basedon the characteristics of the inven
tion (e.g.iproperties or applications of a product or
process), 'and (ii) the utility is specific, substantial,
and credible. '.

(B) Review the claims and the sUPjl<)rting Writt~n

description to determine if the applicant has asserted
for the claimed invention any specific and substantial
utility that is credible:

(I) If the applicant has asserted that the
claimed invention is useful for any particular practical
purpose (i.e., it has a"specific and substantial utility")
and the assertion would be considered credible by a
person of ordinary. skill in the art, do not impose a
rejection based on lack of utility.

(i) A claimed invention must have a spe
cific and substantial utility. This requirement excludes
"throw-away," "insubstantial," or "nonspecific" .utili
ties, such as the use of a complex invention as landfill,
as a way .of satisfying the utility requirement of
35 U.S.C. 101.

(ii) Credibility is assessed from the perspec
tive of one of ordinary skill in the art in view of the
disclosure arid any other evidence of record (e.g., test
data; affidavits or declarations from experts in the art,
patents orprinted publications) that is probative ofthe
applicant's assertions. An applicant need only provide
one credible assertion of specific and substantial util
ity for each claimed invention to satisfy the ntility
requirement.

(2) If no assertion of specific and substantial
utility for the claimed invention m.ade by the applicant
is credible, and the claimed invention does not have a
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readily apparent well-established ntility, reject the
claim(s) under 35 U.S.C. 101 on the grounds that the
invention as claimed lacks utility. Also reject the
claims under 35 U.S.C. 112, first paragraph, on the
basis that the disclosure fails to teach how to use the
invention as claimed. The 35 U.S.C. 112, first para
graph, rejection imposed in conjunction with a
35 U.S.c. 101 rejection should incorporate by refer
ence the grounds of the corresponding 35 U.S.c. 101
rejection.

(3) If the applicant has not asserted any spe
cific and substantial utility for tl)e claimed invention
and it does not have a readily apparent well-esta.b
lished utility, impos~ a rejection under 35 U.S.C. 101,
emphasizing that tile applicant has not disclosed a
specific and substantial utility for the invention-, Also
impose a separate rejection under 3? U.S.C. 112,first
paragraph, on the basis that the applicant has not dis
closed how to use the invention due to the lack of a
specific and substantial utility. The 35 U.S.c.IOI and
112 rejections shift the burden of coming forward
with evidence to the applicant to:

(i) Explicitly identify a specific and sub
stantial utility for the claimed invention; and

(ii) Provide evidence that one of ordinary
skill in the art would have recognized that the identi
fied specific and substantial utility was well-estab
lished at the time of filing. The examiner should
review any subsequently subtnitted evidence of utility
using the criteria outlined above. The examiner
should also ensure that there is an adequate nexus
between the evidence and the properties of the now
claimed subject matter as disclosed in the application
as filed. That is, the applicant has the burden toestab
lish a probative relation between the subtnitted evi
dence and the originally disclosed properties of the
claimed invention.

(C) Any rejection based on lack of utility
should include a detailed explanation why the claimed
invention has no specific and substantial credible util
ity. Whenever possible, the examiner should provide
documentary evidence regardless of publication date
(e.g., scientific .or technical journals, excerpts from
treatises or books, or U.S. or foreign patents) to sup,
port the factual basis for the prima.facie showing of
no specific and substantial credible utility. If docu
mentary evidence is not available, the examiner
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evidence can be provided that shows that one of ordi
nary skill in the art would have a legitimate basis to
doubt the credibility of such a statement. Similarly,
Office personnel must accept an opinion from a quali
fied expert that is based upon relevant facts whose
accuracy is not being questioned; it is improper to dis
regard the opinion solely because of a disagreement
over the significance or meaning of the facts offered.

Once a prima facie showing of no specific and sub
stantial credible utility has been properly established,
the applicant bears the burden of rebutting it. The
applicant can do this by amending the claims, by pro
viding reasoning or arguments, or by providing evi
dence in the form of a declaration under 37 CFR
1.132 or a patent or a printed publication that rebuts
the basis or logic of the prima facie showing. If the
applicant responds to the prima facie rejection, the
Office personnel should review the original disclo
sure, any evidence relied upon in establishing the
prima facie showing, any claim amendments, and any
new reasoning or evidence provided by the applicant
in support of an asserted specific and substantial cred
ible utility. It is essential for Office personnel to rec
ognize, fully consider andrespond to each substantive
element of any response to a rejection based on lack
of utility. Only where the totality of the record contin
ues to show that the asserted utility is not specific,
substantial, and credible should a rejection based on
lack of utility be maintained.

If the applicant satisfactorily rebuts a prima facie
rejection based on lack of utility under 35 U.S.C. 101,
withdraw the 35 U.S.C. 101 rejection and the corre
sponding rejection imposed under 35U.S.C. 112, first
paragraph.

2107.01 General Principles
Governing Utility Rejections

35 U.S.c. i01. inventions patentable
Whoever invents or discovers any new and useful process,

machine, manufacture, or composition of matter, or any new and
useful improvement thereof may obtain a patent therefor, subject
to the conditions and requirements of this title.

See MPEP § 2107 for guidelines for the examina
tion of applications for compliance with the utility
requirement of 35 U.S.C. 101.

The Office must examine each application to
ensure compliance with the "useful invention" or util
ity requirement of 35 U.S.C. 101. In discharging this

obligation, however, Office personnel must keep in
mind several general principles that control applica
tion of the utility requirement. As interpreted by the
Federal courts, 35 U.S.C. 101 has two purposes. First,
35 U.S.C. 101 defines which categories of inventions
are eligible for patent protection. An invention that is
not a machine, an article of manufacture, a composi
tion or a process cannot be patented. See Diamond v.
Chakrabarty, 447 U.S. 303, 206 USPQ 193 (1980);
Diamond v. Diehr, 450 U.S. 175,209 USPQ 1 (1981).
Second, 35 U.S.c. 101 serves to ensure that patents
are granted on only those inventions that are "useful."
This second purpose has a Constitutional footing 
Article I, Section 8 of the Constitution authorizes
Congress to provide exclusive rights to inventors to
promote the "useful arts." See Carl Zeiss Stiftung v.
Renishaw PLC, 945 F.2d 1173, 20 USPQ2d 1094
(Fed. Cir. 1991). Thus, to satisfy the requirements of
35 U.S.C. 101, an applicant must claim an invention
that is statutory subject matter and must show that the
claimed invention is "useful" for some purpose either
explicitly or implicitly. Application of this latter ele
ment of 35 U.S.c. 101 is the focus of these guidelines.

Deficiencies under the "useful invention" require
ment of 35 U.S.c. 101 will arise in one of two forms.
The first is where it is not apparent why the invention
is "useful." This can occur when an applicant fails to
identify any specific and substantial utility for the
invention or fails to disclose enough information
about the invention to make its usefulness immedi
ately apparent to those familiar with the technological
field of the invention. Brenner v. Manson, 383 U.S.
519, 148 USPQ 689 (1966); in re Ziegler, 992 F.2d
1197, 26 USPQ2d 1600 (Fed. Cir. 1993). The second
type of deficiency arises in the rare instance where an
assertion of specific and substantial utility for the
invention made by an applicant is not credible.

I. SPECIFIC AND SUBSTANTIALRE
QUIREMENTS

To satisfy 35 U.S.C. 101, an invention must be
"useful." Courts have recognized that the term "use
ful" used with reference to the utility requirement can
be a difficult term to define. Brenner v. Manson, 383
U.S. 519,529, 148 USPQ 689, 693 (1966) (simple
everyday word like "useful" can be "pregnant with
ambiguity when applied to the facts of life."). Where
an applicant has set forth a specific and substantial
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utility, courts have been reluctant to uphold a rejection
under 35 U.S.c. 101 solely on the basis that the appli
cant's opinion as to the nature of the specific aud sub
stantial utility was inaccurate. For example, in Nelson
v. Bowler, 626 F.2d 853, 206 USPQ 881 (CCPA
1980), the court reversed a finding by the Office that
the applicant had not set forth a "practical" utility
under 35 U.S.C. 101. In tltis case the applicant
asserted that the composition was "useful" in a partic
ular pharmaceutical application and provided evi
dence to support that assertion. Courts have used the
labels "practical utility," "substantial utility," or "spe
cific utility" to refer to this aspect of the "useful
invention" requirement of 35 U.S.c. 101. The Court
of Customs and Patent Appeals has stated:

Practical utility is a shorthand way of attributing "real
world" value to claimed subject matter. In other words,
one skilled in the art can use a claimed discovery in a
manner which provides some immediate benefit to the
public.

Nelson v. Bowler, 626 F.2d 853, 856, 206 USPQ 881,
883 (CCPA 1980).

Practical considerations require the Office to rely
on the inventor's understanding of his or her invention
in determining whether and in what regard an inven
tion is believed to be "useful." Because of this, Office
personnel should focus on and be receptive to asser
tions made by the applicant that an invention is "use
ful" for a particular reason.

Specific Utility

A "specific utility" is specific to the subject matter
claimed. This contrasts with a general utility that
would be applicable to the broad class of the inven
tion. Office personnel should distinguish between sit
uations where an applicant has disclosed a specific
use for or application of the invention and situations
where the applicant merely indicates that the inven
tion may prove useful without identifying with speci
ficity why it ~ considered useful. For example,
indicating that a compound may be useful in treating
unspecified disorders, or that the compound has ''use
ful biological" properties, would not be sufficient to
define a specific utility for the compound. Similarly, a
claim to a polynucleotide whose use is disclosed sim
ply as a "gene probe" or "chromosome marker"
would not be considered to be specific in the absence
of a disclosure of a specific DNA target. A general

statement of diagnostic utility, such as diagnosing an
unspecified disease, would ordinarily be insufficient
absent a disclosure of what condition can be diag
nosed. Contrast the situation where an applicant dis
closes a specific biological activity and reasonably
correlates that activity to a disease condition. Asser
tions falling within the latter category are sufficient to
identify a specific utility for the invention. Assertions
that fall in the former category are insufficient to
define a specific utility for the invention, especially if
the assertion takes the form of a general statement that
makes it clear that a "useful" invention may arise
from what has been disclosed by the applicant. Knapp
v. Anderson, 477 F.2d 588, 177 USPQ 688 (CCPA
1973).

Substantial Utility

A "substantial utility" defines a "real world" use.
Utilities that require or constitute carrying out further
research to identify or reasonably confirm a "real
world" context of use are not substantial utilities. For
example, both a therapeutic method of treating a
known or newly discovered disease and an assay
method for identifying compounds that themselves
have a "substantial utility" define a "real world" con
text of use. An assay that measures the presence of a
material wltich has a stated correlation to a predispo
sition to the onset of a particular disease condition
would also define a "real world" context of use in
identifying potential candidates forpreventive mea
sures or further monitoring. On the other hand, the
following are examples of situations that require or
constitute carrying out further research to identify or
reasonably confirm a "real world" context of use and,
therefore, do not define "substantial utilities":

(A) Basic research such as studying the properties
of the claimed product itself or the mechanisms in
which the material is involved;

(B) A method of treating an unspecified disease
or condition;

(C) A method of assaying for or identifying a
material that itself has no specific and/or substantial
utility;

(D) A method of making a material that itself has
no specific, substantial, and credible utility; and

(E) A claim to an intermediate product for use in
making a final product that has no specific, substantial
and credible utility.
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Office personnel must be careful not to interpret the
phrase "immediate benefit to the public" or similar
formulations in other cases to meari that products or
services based on the claimed invention must be "cur
rently available" to the public in order to satisfy the
utility requirement. See, e.g., Brenner v.Manson, 383
U.S. 519, 534c35, 148 USPQ 689, 695 (1966). Rather,
any reasonable use that an applicant has identified for
the invention that can be viewed as providing a public
benefit should be accepted as sufficient, at least with
regard to defining a "substantial" utility.

Research Tools

Some confusion can result when one attempts to
label certain types of inventions as not being capable
of having a specific and substantial utility based on
the setting in which the invention is to be. used. One
example is inventions to be used in a research or labo
ratory setting. Many research tools such as gas chro
matographs, screening assays, and nucleotide
sequencing techniques have a clear, specific and
unquestionable utility (e.g., they are useful in analyz
ing compounds). An assessment that focuses on
whether an invention is useful only in a research set
ting thus does not address whether the invention is in
fact "useful" in a patent sense. Instead, Office person
nel must distinguish between inventions that have a
specifically identified substantial utility and inven
tions whose asserted utility requires further research
to identify or reasonably confirm. Labels such as
"research tool," "intermediate" or "for research pp.r
poses" are not helpful in determining if an applicant
has identified a specific and substantial utility for the
invention.

II. WHOLLY INOPERATIVE INVENTIONS;
"INCREDffiLE" UTILITY

An invention that is "inoperative" (i.e., it does not
operate to produce the results claimed by the patent
applicant) is not a "useful" invention in the meaning
of the patent law. See, e.g., Newman v. Quigg,
877 F.2d 1575, 1581, 11 USPQ2d 1340, 1345 (Fed.
Cir. 1989); In re Harwood, 390 F.2d 985, 989,
156 USPQ 673, 676 (CCPA 1968) ("An inoperative
invention, of course, does not satisfy the requirement
of 35 U.S.C. 101 that an invention be useful.").How
ever, as the Federal Circuit .has stated, "[t]o violate
[35 U.S.C.] 101 the claimed device must be totally

incapable of achieviug a useful result." Brooktree
Corp. v. Advanced Micro Devices, Inc., 977 F.2d
1555, 1571,24 USPQ2d 1401, 1412 (Fed. Cir. 1992)
(emphasis added). See also E.I. du Pont De Nemours
and Co. v. Berkley and Co., 620F.2d 1247, 1260 n.l?,
205 USPQ 1, 10 n.1? (8th Cir. 1980) ("A small degree
of utility is sufficient ... The claimed invention must
only be capable of performing some beneficial func
tion '. . . An invention does not lack utility merely
because the particular embodimentdisclosed in the
patent lacks perfection or performs crudely .': . A
commercially successful product is not required ...
Nor is it essential that the invention accomplish all its
intended functions ... or operate under all conditions
... pattial success being sufficient to demonstratepat
entable utility ... In short, the defense of non-utility
cannot be sustained without proof of total incapacity."
If an inventioll is only partially successful in achiev
ing a useful result, a rejection of the claimed invention
as a whole based on a lack of utility is not appropriate.
See In re Brana, 51 F.3d 1560, 34 USPQ2d 1436
(Fed. Cir, 1995); In re Gardner, 475 F.2d 1389,
177 USPQ 396 (CCPA), reh'g denied, 480 F.2d 879
(CCPA 1973); In re Marzocchi, 439 F.2d 220,
169 USPQ 367 (CCPA 1971).

Situations where an invention is found to be "inop
erative" and therefore lacking in utility are rare, and
rejections maintained solely on this ground bya Fed
eral court even rarer. In many of these cases, the util
ity asserted. by the applicant was thought to be
"incredible in the light of the knowledge of the art, or.
factually misleading" when initially considered by the
Office. In re Citron, 325.F.2d 248, 253, 139USPQ
516,520 (CCPA 1963). Other cases suggest that on
initial evaluation, the Office considered the asserted
utility to be inconsistent with known scientific princi
pies or "speculative at-best" as to whether attributes of
the invention necessary to impart .the asserted utility
were actually present in the invention. In re Sichert,
566 F.2d 1154, 196 USPQ209 (CCPA 1977). How
ever cast, the underlying finding by the court in these
cases was that, based on the factual record of the case,
it was clear that the invention could not and .did not
work as the inventor claimed it did. Indeed, the use of
many labels 10 describe a single problem (e.g., a false
assertion regarding utility) has ledtosome of thecon
fusion that exists today with regard to a rejection
based on the "utility" requirement; Examples of such
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cases include: an invention asserted to change the
taste of food using a magnetic field (Fregeau v. Moss
inghoff, 776 F.2d 1034, 227 USPQ 848 (Fed. Cir.
1985», a perpetual motion machine (Newman v.
Quigg, 877 F.2d 1575, 11 USPQ2d 1340 (Fed. Cir.
1989», a flying machine operating on "flapping or
flutter function" (In re Houghton, 433 F.2d 820,
167 USPQ 687 (CCPA 1970», a "cold fusion" pro
cess for producing energy (In re Swartz, 232 F.3d 862,
56 USPQ2d 1703, (Fed. Cir. 2000», a method for
increasing the energy output of fossil fuels upon com
bustion through exposure to a magnetic field (In re
Ruskin, 354 F.2d 395, 148 USPQ 221 (CCPA 1966»,
uncharacterized compositions for curing a wide array
of cancers (In re Citron, 325 F.2d 248, 139 USPQ 516
(CCPA 1963», a method of controlling the aging pro
cess (In re Eltgroth, 419 F.2d 918, 164 USPQ 221
(CCPA 1970», and a method of restoring hair growth
(In re Ferens, 417 F.2d 1072, 163 USPQ 609 (CCPA
1969». Thus, in view ofthe rare nature of such cases,
Office personnel should not label an asserted utility
"incredible," "speculative" or otherwise unless it is
clear that a rejection based on "lack of utility" is
proper.

1lI. THERAPEUTIC OR PHARMACOLOGI
CAL UTILITY

Inventions asserted to have utility in the treatment
of human or animal disorders are subject to the same
legal requirements for utility as inventions in any
other field of technology. In re Chilowsky, 229 F.2d
457, 461-2, 108 USPQ 321, 325 (CCPA 1956)
("There appears to be no basis in the statutes or deci
sions for requiring any more conclusive evidence of
operativeness in one type of case than another. The
character and amount of evidence needed may vary,
depending on whether the alleged operation described
in the application appears to accord with or to contra
vene established scientific principles or to depend
upon principles alleged but not generally recognized,
but the degree of certainty as to the ultimate fact of
operativeness or inoperativeness should be the same
in all cases"); In re Gazave, 379 F.2d 973, 978, 154
USPQ 92, 96 (CCPA 1967) ("Thus, in the usual case
where the mode of operation alleged can be readily
understood and conforms to the known laws of phys
ics and chemistry, operativeness is not questioned,
and no further evidence is required."). As such, phar-

macological or therapeutic inventions that provide
any "immediate benefit to the public" satisfy
35 U.S.C. 101. The utility being asserted in Nelson
related to a compound with pharmacological utility.
Nelson v. Bowler, 626 F.2d 853, 856, 206 USPQ 881,
883 (CCPA 1980). Office personnel should rely on
Nelson and other cases as.providing general guidance
when evaluating the utility of an invention that is
based on any therapeutic, prophylactic, or pharmaco
logical activities of that invention.

Courts have repeatedly found that the mere identifi
cation of a pharmacological activity of a compound
that is relevant to an asserted pharmacological use
provides an "immediate benefit to the public" and
thus satisfies the utility requirement. As the Court of
Customs and Patent Appeals held in Nelson v. Bowler:

Knowledge of the pharmacological activity of any com':'
poundis obviouslybeneficialto thepublic. It is inherently
faster and easier to combat illnesses and alleviate symp
toms when the medical profession is armed with an arse
nal of chemicals having known pharmacological
activities. Sinceit is crucial to provideresearchers with an
incentive to disclose pharmacological activities in as
many compounds as possible, we conclude that adequate
proof of any such activity constitutes a showing of practi
cal utility.

Nelson v. Bowler, 626 F.2d 853, 856, 206 USPQ 881,
883 (CCPA 1980).

In Nelson v. Bowler, the court addressed the practi
cal utility requirement in the context of an interfer
ence proceeding. Bowler challenged the patentability
of the invention claimed by Nelson on the basis that
Nelson had failed to sufficiently and persuasively dis
close in his application a practical utility for the
invention. Nelson had developed and claimed a class
of synthetic prostaglandins modeled on naturally
occurring prostaglandins. Naturally occurring pros
taglandins are bioactive compounds that, at the time
of Nelson's application, had a recognized value in
pharmacology (e.g., the stimulation of uterine smooth
muscle which resulted in labor induction or abortion,
the ability to raise or lower blood pressure, etc.), To
support the utility he identified in his disclosure, Nel
son included in his application the results of tests
demonstrating the bioactivity of his new substituted
prostaglandins relative to the bioactivity of naturally
occurring prostaglandins. The court concluded that
Nelson had satisfied the practical utility requirement
in identifying the synthetic prostaglandins as pharma-
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cologicallyactive compounds. In reaching this con
clusion, the court considered and rejectedarguinents
advanced by Bowler that attacked the evidentiary
basis for Nelson's assertions that the compounds were
pharmacologically active.

In In. re laZIes, 628 F.2d 1322,206 USPQ 885
(CCPA 1980), an inventor claimed protection for
pharmaceutical compositions for treating leukelllia.
The active ingredie~t in the compositio~sw.asa struc
tural analog to a known anticancer agent. The appli
cant provided evidence showing that the claimed
analogs had the same general pharmaceutical activity
as the known anticancer .agents. The court reversed
the Board's finding that the asserted pharmaceutical
utility was "incredible," pointing to the evidence that
showed the relevant pharmacological activity.

In Cross v,. Iizuka, 753 F.2d 1040, 224 USPQ 739
(Fed. Cir. 1985), the Federal Circuit affirmed a find
ing by the Board of Patent Appeals and Interferences
that a pharmacological utility had been disclosed in
the application of one party to an interference pro
ceeding. The invention that was the subject of the
interference count was a chemical compound used for
treating blood disorders. Cross had challenged the
evidence in Iizuka's specification that supported the
claiined utility. However, the Federal Circuit relied
exteusively on Nelson v. Bowler in finding that
Iizuka's application had sufficiently disclosed a phar
macological utility for the compounds. It distin
guished the case from cases where only a generalized
"nebulous" expression, such as "biological proper
ties," had been disclosed in a specificatiori. Such
statements, the court held, "convey little explicitindi
cation regarding the utility of'a compound." Cross,
753 F.2d at 1048, 224USPQ at 745 (citing In reKirk,
376 F.2d 936,941,153 USPQ 48,52 (CCPA 1967».

Similarlycourts have found utility for therapeutic
inventions despite the fact that an applicant is. at a
very early stage in the development of a pharmaceuti
cal product or therapeutic regimen basedon aclaiined

.pharmacological or bioactive compound or composi
tion. The Federal Circuit, inqross y. Iizuka, 753 F.2d
1040, 1051,224 USPQ 739, 747-48 (Fed. Cir. 1985),
commented ou the significance of data from in vitro
testing that showed pharmacological activity:'

We perceive no insurmountable difficulty, under appropri
ate circumstances,. in finding that the. first .link :in :the

screening chain, in vitro testingmay establish a practical
utility for. the compound in: question. Successful in. vitro
testing will marshal resources and direct the expenditure
of effort to further in vivo testing of the, most _potentcom
pound~" ,there?y providing an imme~ate,b~nefit to the
public, :~alogous to the benefit provided by the, showing
of an in vivo utility.

The Federal Circuit has reiterated that therapeutic
utility sufficient under the patent laws is not to be con
fused with the requirements of the FDA with regard to
safety and efficacy of drugs to marketed inthe United
States.

FDA approval, however, is'nota prerequisite for'finding a
compound useful within "the"meaning of the' patent laws.
Scott [v. Finney], 34 E3dJ058, 1063,32 USPQ2d1115,
1120 [(Fed.Cir. 1994)]. Usefulness in.patent law- andin
particular; in the contextof pharmaceutical, inventions,
necessarily i~cludes the e~pectation of further research
and development.-The stage at which an invention in this
field becomes useful is well before it is ready to be admin
istered to humans. Were we to require Phase Iltesting in
order to prove, utility, the associated costs would prevent
many companies from obtaining-patentprotection on
promising new inventions,therebyelinti~atingan incen
tive to pursue, through research and d~~elopmemt, poten
tial 'cures in many crucial areas such 'as the treatment of
cancer.

In re Brana; 51 F.3d 1560, 34 USPQ2d 1436 (Fed.
Cir. 1995). Accordingly, Office personnel should not
construe-Sf U.S.C. 101, under the logic of"practical"
utility or otherwise, to require that an applicant dern
onstratethat a therapeutic agent based on a claiined
invention is a safe or fully effective-drug for humans;
See, e.g., IIlN Sichert, 566F.2d 1154, 196 USPQ 209
(CCPA 1977);111 reHartop; 311 F.2d249, 135 USPQ
419 (CCPA 1962); In re Anthony, 414 F.2d 1383,
162 USPQ 594 (CCPA1969); In re Watson, 517 F.2d
465, 186USPQ U(CCPA 1975).

These general principles are. equally applicable to
situations where. an applic~nt has claimed a pr()cess
fortreating a human or animal disorder. In such cases,
the asserted utility is usually clear - the invention is
asserted to.be useful in treating the particular disorder.
If the asserted utility is credible, there is 110 basis to
challenge such a claim on the basis that.it lacks utility
under 35 U.S.C. 101.

See MPEP § 2107.03 for special considerationsfor
asserted therapeutic or pharmacological utilities.
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IV. RELATIONSHIP BETWEEN 35 U.s.C. 112,
FIRST PARAGRAPH, AND 35 U.s.C. 101

A deficiency under 35 U.S.C. 101 also creates a
deficiency under 35tJS.C. 112, first paragraph. See
In re Brana, 51 F.3d 1560, 34 USPQ2d 1436 (Fed.
Cir. 1995); In re folies, 628 F.2d 1322, 1326 n.lO, 206
USPQ 885, 889 n.l1 (CCPA 1980); In re Fouche, 439
F.2d 1237, 1243, 169 USPQ 429, 434 (CCPA 1971)
("Ifsuch compositions are in fact useless, appellant's
specification cannot have taught how to use them.").
Courts have also cast the 35 U.S.c. 101135 U.S.C. 112
relationship such that 35 U.S.c. 112 presupposes
compliance with 35 U.S.C.IOl. SeeIn reZiegler,992
F.2d 1197, 1200-1201,26 USPQ2d 1600, 1603 (Fed.
Cir. 1993) ("The how to use prong of section 112
incorporates as a matter of law the requirement of 35
U.S.C.101 that the specification disclose as a matter
of fact a practical utility for the invention.... If the
application fails as a matter of fact to satisfy 35
U.S.c. § 101, then the application also fails as a mat
ter of law to enable one of ordinary skill in the art to
use the invention under 35 U.S.C. § 112."); In re Kirk,
376 F.2d 936, 942, 153 USPQ 48, 53 (CCPA 1967)
("Necessarily, compliance with § 112 requires a
description of how to nse presently useful inventions,
otherwise an applicant would anomalously be
required to teach how to use a useless invention.").
For example, the Federal Circuit noted, "[0]bviously,
if a claimedinvention does not have utility, the speci
fication cannot enable one to use it." In ere Brana,
51 F.3d 1560, 34 USPQ2d 1436 (Fed. Cir. 1995). As
such, a rejection properly imposed under 35 U.S.C.
101 should be accompanied with a rejection under 35
D.S.C. 112, first paragraph. It is equally dear that a
rejection based on "lack of utility," whether grounded
upon 35 U.S.C101 or 35 U.S.C.112, first paragraph,
rests on the same basis (i.e., the asserted utility is not
credible). To avoid confusion, any rejection that is
imposed on the basis of 35 U.S.c. 101 should be
accompanied by a rejection based on35U.S:C. 112,
first paragraph. The 35U.S.C. 112, first paragraph,
rejection should be set out as a separate rejection that
incorporates by reference the factual basis and conclu
sions set forth in the 35 U.S.c. 101 rejection, The 35
U.S.C. 112, first paragraph, rejection should indicate
that because the invention as claimed does not have
utility, a person skilled in the art would not beable to
use the invention as claimed, and as such, the claim is

defective under 35 U.S.c. 112, first paragraph. A
35 U.S.C. J12, first paragraph, rejection should not be
imposed or maintained unless an appropriate basis
exists for imposing a rejection WIder 35 U.S.C. 101.
In other words, Office personnel should not impose a
35 U.S.C. 112, first paragraph, rejection grounded on
a "lack of utility" basis unless a 35 U.S.c. 101 rejec
tion is proper. In particular, the factual showing
needed to impose a rejection under 35 U.S.c. 101
must be providedif a rejection under 35 U.S.c. 112,
first paragraph, is to be imposed on "lack of utility"
grounds.

It is important torecognize that 35 U.S.c. 112, first
paragraph, addresses matters other than those related
to the question of whether or not an invention lacks
utility. These matters include whether the claims are
fully supported by .the disclosure (In re Vaeck,
947 F.2d 488, 495, 20 USPQ2d 1438, 1444 (Fed. Cir.
1991)), whether the applicant has provided an
enabling disclosure of the claimed subject matter (In
re Wright, 999 F.2d 1557, 1561-1562, 27 USPQ2d
1510, 1513 (Fed. Cir. 1993)), whether the applicant
has provided an adequate written description of the
invention and whether the applicant has disclosed the
best mode of practicing the claimed invention (Chem
cast Corp. v. Arco Indus. Corp., 913 F.2d 923, 927
928, 16 USPQ2d 1033, 1036-1037 (Fed. Cir. 1990)).
See also Transco Products Inc. v. Performance Con
tracting Inc., 38 F.3d 551,32 USPQ2d 1077 (Fed. Cir.
1994); Glaxo Inc. v. Novopharm Ltd. 52 F.3d 1043,
34 USPQ2d 1565 (Fed. Cir-. 1995). The fact that an
applicant has disclosed a specific utility for an inven
tion and provided a credible basis supporting that spe
cific utility does not provide a basis for concluding
that the claims comply with all the reqnirements of
35 U.S.C. 112, first paragraph. For example, if an
applicant has claimed a process of treating a certain
disease condition with a certain compound and pro
vided a credible basis for asserting that the compound
is useful in. that regard, but to actually practice the
invention as claimed a person skilled in the relevant
art would have to engage in an undue amount of
experimentation, the claim may be defective under
35 U.S.C. 112, but not 35 U.S.c. 101. To avoid confu
sion during examination, any rejection under
35 U.S.c. 112, first paragraph, based on grounds
other than "lack of utility" should be imposed sepa
rately from any rejection imposed due to "lack of util-
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ity" under 35 U.S.C. 101 and 35 U.S.C. 112, first
paragraph.

2107.02 Procedural Considerations
Related to Rejections for
Lack of Utility

I. THE CLAIMED INVENTION IS THE FO
CUS OF THE UTILITY REQUIREMENT

The claimed invention is the focus of the assess
ment of whether an applicant has satisfied the utility
requirement. Each claim (i.e., each "invention"),
therefore, must be evaluated on its own merits for
compliance with all statutory requirements. Generally
speaking, however, a dependent claim will define an
invention that has utility if the claim from which it
depends has defined an invention having utility. An
exception to this general rule is where the utility spec
ified for the invention defined in a dependent claim
differs from that indicated for the invention defined in
the independent claim from which the dependent
claim depends. Where an applicant has established
utility for a species that falls within an identified
genus of compounds, and presents a generic claim
covering the genus, as a general matter, that claim
should be treated as being sufficient under 35 U.S.C.
101. Only where it can be established that other spe
cies clearly encompassed by the claim. do not have
utility should a rejection be imposed on the generic
claim. In such cases, the applicant should be encour
aged to amend the generic claim so as to exclude the
species that lack utility.

It is common and sensible for an applicant to iden
tify several specific utilities for an invention, particu
larly where the invention is a product (e.g., a machine,
an article of manufacture or a composition of matter).
However, regardless of the category of invention that
is claimed (e.g., product or process), an applicant
need only make one credible assertion of specific util
ity for the claimed invention to satisfy 35 U.S.C. 101
and 35 U.S.C. 112; additional statements of utility,
even if not "credible," do not render the claimed
invention lacking in utility. See, e.g., Raytheon v.
Roper, 724 F.2d 951, 958, 220 USPQ 592, 598 (Fed.
Cir. 1983), cert. denied, 469 U.S. 835 (1984) ("When
a properly claimed invention meets at least one stated
objective, utility under 35 U.S.c. 101 is clearly
shown."); In re Gottlieb, 328 F.2d 1016, .1019,

140 USPQ 665, 668 (CCPA 1964) ("Having found
that the antibiotic is useful for some purpose, it
becomes unnecessary to decide whether it is in fact
useful for the other purposes 'indicated' in the specifi
cation as possibly useful."); In re Malachowski,
530 F.2d 1402, 189 USPQ 432 (CCPA 1976); Hoff
man v. Klaus, 9 USPQ2d 1657 (Bd. Pat. App. & Inter.
1988). Thus, if applicant makes one credible assertion
of utility, utility for the claimed invention as a whole
is established.

Statements made by the applicant in the specifica
tion or incident to prosecution of the application
before the Office cannot, standing alone, be the basis
fora lack of utility rejection under 35 U.S.c. 101 or
35 U.S.C. 112. Tol-O-Matic, Inc. v. Proma Produkt
Und Mktg. Gesellschaft m.b.h., 945 F.2d 1546, 1553,
20 USPQ2d. 1332, 1338 (Fed. Cir. 1991) (It is not
required that a particular characteristic set forth in the
prosecution history be achieved in order to satisfy
35 U.S.C. 101.). An applicant may include statements
in the specification whose technical accuracy cannot
be easily confirmed if those statements are not .neces
sary to support the patentability of an invention with
regard to any statutory basis. Thus, the Office should
not require an applicant to strike nonessential state
ments relating to utility from a patent disclosure,
regardless of the technical accuracy of the .statement
or assertion it presents. Office personnel should also
be especially careful not to read into a claim
unclaimed results, limitations or embodiments of an
invention. See Carl Zeiss Stiftung v. Renishaw PLC,
945 F.2d 1173,20 USPQ2d 1094 (Fed. Cir, 1991); In
re Krimmel, 292 F.2d 948, 130 USPQ 215.(CCPA
1961). Doing so can inappropriately change the rela
tionship of an asserted utility to the claimed invention
and raise issues not relevant to examination of that
claim.

II. IS THERE AN ASSERTED OR WELL-ES-
TABLISHED UTILITY FOR THE
CLAIMED INVENTION?

Upon .initial examination, the examiner should
review the specification to determine if there are
any statements asserting that the claimed invention is
useful for any particular purpose. A complete disclo
sure should include a statement which identifies a
specific and substantial utility for the invention.
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A; An Asserted-Utility Must Be Specific and
Substantial

A statement of specific and substantial utility
should fully and clearly explain why the applicant
believes the invention is useful. Such statements will
usually explain the purpose of or how the invention
may be used (e.g., a compound is believed to be use
ful in the treatment of a particular disorder). Regard
less of the form of statement of utility, it must enable
one ordinarily skilled in the art to understand why the
applicant believes the claimed invention is useful.

Except where an invention has a well-established
utility, the failure of .an applicant to specifically iden
tify why all invention is believed to be useful renders
the claimed invention deficient under 35 U.S.C. 101
and 35 U.S.C. 112, first paragraph. In such cases, the
applicant has failed to identify a "specific and sub
stantial utility" for the claimed invention. For exam
ple, a statement that a composition has an unspecified
"biological activity" Or thatdoes not explain why a
composition with that activity is believed to be useful
fails to set forth a "specific and substantial utility."
Brenner v. Manson, 383 US 519, 148 USPQ 689
(1966) (general assertion of similarities to known
compounds known to be useful without sufficient cor
responding explanation Why claimed compounds are
believed to be similarly useful insufficient under
35 U.S.C. 101); In re Ziegler, 992 F.2d 1197, 1201,
26 USPQ2d 1600, 1604 (Fed. Cir. 1993) (disclosure
that composition is "plastic-like" arid can form
"films" not sufficient to identify specific arid substan
tial utility for invention); In re Kirk, 376 F.2d 936, 153
USPQ 48 (CCPA 1967) (indication that compound is
"biologically active" or has "biological properties"
insufficient stariding alone). See also In re loly, 376
F.2d 906, 153 USPQ 45 (CCPA· 1967); Kawai v.
Metlesics, 480 F.2d 880, 890, 178 USPQ 158, 165
(CCPA 1973) (contrasting description of invention as
sedative which did suggest specific utility to general
suggestion of "pharmacological effects On the central
nervous system" which did not). In contrast, a disclo
sure that identifies a particular biological activity of a
compound and explains how that activity can be uti
lized in a particular therapeutic application of the
compound does contain an assertion of specific and
substantial utility for the invention.

Situations where an applicant either fails to indicate
why an invention is considered useful,or where the

applicant inaccurately describes the utility should
rarely arise. One reason for this is that applicants are
required to disclose the best mode known to them of
practicing the invention at the time they file their
application. An applicant who omits a description of
the specific and substantial utility of the invention, or
who incompletely describes that utility, may encoun
ter problems with respect to the best mode require
ment of 35U.S.C. 112, first paragraph.

B. No Statement of Utilityfor the Claimed Inven
tion in the Specification Does Not Per Se Ne
gate Utility

Occasionally, an applicant will not explicitly state
in the specification.or otherwise assert a specific and
substantial utility for the claimed invention. If no
statements can be found asserting a specific and sub
stantial utility for the claimed invention in the specifi
cation, Office personnel should determine if the
claimed invention has a well-established utility. An
invention has a well-established utility if (i) a person
of ordinary skill in the art would immediately appreci
ate why the invention is useful based on the character
istics ofthe invention (e.g., properties or applications
of a product or process), and (ii) the utility is specific,
substantial, .andcredible. If an invention has a well
established utility, rejections under 35 U.S.c. 101 and
35 U.S.c. 112, first paragraph, based on lack of utility
should not beimposed. In re Folkers, 344 F.2d 970,
145 USPQ390 (CCPA 1965). For example, if an
application teaches thecloning and characterization of
the nucleotide sequence of a well-known protein such
as insulin, and those skilled in the art at the time of fil
ing knew that insulin had a well-established use, it
would be improper to reject the claimed invention as
lacking utility solely because of the omitted statement
of specific and substantial utility.

If a person of ordinary skill would not immediately
recognize a specific and substantial utility for the
claimed invention (i.e., why it would be useful) based
on the characteristics of the invention or statements
made by the applicant, the examiner should reject the
application under 35 U.S.c. 101 and under 35 U.S.c.
112, first paragraph, as failing to identify a specific
and substantial utility for the claimed invention. The
rejection should clearly indicate that the basis of the
rejection is that the application fails to identify a spe
cificand substantial utility for the invention. The
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rejection should also specify that the applicant must
reply by indicating why the invention is believed use
ful and where support for any subsequently asserted
utility can be found in the specification as filed. See
MPEP § 2701.

If the applicant subsequently indicates why the
invention is useful, Office personnel should review
that assertion according to the standards articulated
below for review of the credibility of an asserted util
ity.

III. EVALUATING THE CREDffiILITY OF AN
ASSERTED UTILITY

A. An Asserted Utility Creates a Presumption of
Utility

In most cases, an applicant's assertion of utility cre
ates a presumption of utility that will be sufficient to
satisfy the utility requirement of 35 U.S.c. 101. See,
e.g., In re folies, 628 F.2d 1322, 206 USPQ 885
(CCPA 1980); In re Irons, 340 F.2d 974, 144 USPQ
351 (CCPA 1965);ln re Langer, 503 F.2d 1380, 183
USPQ 288 (CCPA 1974); In re Sichert, 566 F.2d
1154,1159,196 USPQ 209, 212-13 (CCPA 1977). As
the Court of Customs and Patent Appeals stated in In
re Langer:

As a matter of Patent Office practice, a specification
which contains a disclosure of utility which corresponds
in scope. to the subject matter sought to be patented must
be taken as sufficient to satisfy the utility requirement of §
101 for the entire claimed subject matter unless there is a
reason for one skilled in the art to question the objective
truth of the statement of utility or its scope.

In re Langer, 503 F.2d at 1391, 183 USPQ at 297
(emphasis in original). The "Langer" test for utility
has been used by both the Federal Circuit and the
Court of Customs and Patent Appeals in evaluation of
rejections under 35U.S.C. 112, first paragraph, where
the rejection is based on a deficiency under 35 U.S.C.
101. In In re Brana, 51 F.3d 1560, 34 USPQ2d 1436
(Fed. Cir. 1995), the Federal Circuit explicitly
adopted the Court of Customs and Patent Appeals's
formulation of the "Langer" standard for 35 U.S.C.
112, first paragraph rejections, as it was expressed in a
slightly reworded format in In re Marzocchs, 439 F.2d
220,223, 169 USPQ 367,369 (CCPA 1971), namely:

[A] specification disclosure which contains a teaching of
the manner and process of making and using the invention

in terms which correspond in scope to those used in
describing and. defining •. the subject matter sought to be
patentedmust be taken as in compliance with the enabling
requirement of the ~rst paragraph of ,§ 112 unless there is
reason to doubt the objective truth of the statements con
tained therein which must be relied 'on for enabling sup
port. (emphasis added).

Thus, Langer and subsequent cases direct the
Office topresume that a statement of utility made by
an applicant is true. See In re Langer, 503 F.2d at
1391, 183 USPQ at 297; In re Malachowski, 530 F.2d
1402, 1404, 189 liSPQ432, 435 (CCPA 1976); In re
Brana, 51 F,3d 1560, 34USPQ2d 1436 (Fed. Cir.
1995). For obvious reasons of efficiency and in defer
ence to an applicant's understanding of his or her
invention, when a statement of utility is evaluated,
Office personnel should not begin by questioning the
truth of the statement of utility. Instead, any inquiry
must start by asking if there is any reason to question
the truth of the statement of utility, This can be done
by simply evaluating the logic of the statements made,
taking into consideration, any evidence cited by the
applicant. If the asserted utility is credible (i.e.,
believable based on the record or the nature of the
invention), a rejection based on "lack of utility" is not
appropriate. Clearly, Office personnel should not
begin an evaluation of utility by assuming that an
asserted utility is likely to be false, based on the tech
nical field of the invention or for other general rea
sons.

Compliance with 35 U.S.C. 101 is a question of
fact. Raytheon v. Roper, 724 F.2d951; 956, 220
USPQ 592, 596 (Fed. Cir. 1983) cert. denied, 469
U.S. 835 (1984). Thus, to overcome the presumption
of truth that an assertion of utility by the applicant
enjoys, Office personnel must establish that it is more
likely than not that one of ordinary skill in the art
would doubt (i.e., "question") the truth of the state
ment of utility. The evidentiary standard to be used
throughout ex parte examination in setting forth a
rejection is a preponderance of the totality of the evi
dence under consideration. In re Oetiker, 977 F.2d
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992)
("After evidence or argument is submitted by the
applicant in response, patentability is determined on
the totality of the record, by a preponderance of evi
dence with due consideration to persuasiveness of
argument"); In re Corkill, 771 F.2d 1496, 1500,
226 USPQ 1005, 1008 (Fed. Cir. 1985). A preponder-
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ance of the evidence exists when it suggests that it is
more likely than not that the 'assertion in question is
true. Herman v. Huddleston, 459 U.S. 375, 390
(1983). To do this, Office personnel must provide evi
dence sufficient to show that the statement of asserted
utility would be considered "false" by a person of
ordinary skill in the art. Of course, a person of ordi
nary skill must have the benefit of both facts and rea
soning in order to assess the truth of a statement. This
meansthatif the applicant has presented facts that
support the reasoning used in asserting a utility,
Office personnel must present countervailing facts
and reasoning sufficient to establish that a person of
ordinary skill would not believe the applicant's asser
tion of utility. In re Brana, 51 F.3d 1560, 34 USPQ2d
1436 (Fed. Cir. 1995). The initial evidentiary standard
used duriug evaluation of this questiouis a prepouder
ance of the evidence (i.e., the totality of facts and rea
soningsuggestthat it is more likely than not that the
statement of the applicant is false).

B. When Is an Asserted Utility Not Credible?

Where an applicant has specifically assertedthat an
invention has a particular utility, that assertion cannot
simply be dismissed by Office personnel as being
"wrong," even when there may be reason to believe
that the assertion is not entirely accurate. Rather,
Office personnel must determine if the assertion of
utility is credible (i.e., whether the assertion of utility
is believable to a person of ordinary skill in the art
based on the totality of evidence and reasoning pro
vided). An assertion is credible unless (A) the logic
underlying the assertion is seriously flawed, or (B) the
facts upon which the assertionis based are inconsis
tent with the logic underlying the assertion. Credibil
ity as used in this context refers to the reliability of the
statement based on the logic and facts that are offered
by the applicant to support the assertion of utility.

One situation where an assertion of utility would
not be considered credible is where a person of ordi
nary skill would consider the assertion to be "incredi
ble in view of 'contemporary knowledge" and where
nothing offered by the applicant would counter what
contemporary knowledge might otherwise suggest.
Office personnel should be careful, however, uot to
label certain types of inventions as "incredible" or
"speculative" as such labels do not provide the correct
focus for the evaluation of an assertion of utility.

"Incredible utility" is a conclusion, not a starting point
for analysis under 35 U.S.C. 101. A conclusion that
an asserted utility is incredible can be reached only
after the Office has evaluated both the assertion of the
applicant regarding utility and any evidentiary basis
of that assertion. The Office should be particularly
careful not to start with a presumption that an asserted
utility is, per se,"incredible" and then proceed to base
a rejection under 35 U.S.c. 101 on that presumption.

Rejections under 35 U.S.c. 101 have been rarely
sustained by federal courts. Generally speaking, in
these rare cases, the 35 U.S.C. 101 rejection was sus
tained either because the applicant failed to disclose
any utility for the invention or asserted a utility that
could only be true if it violated a scientific principle,
such as the second law of thermodynamics, or a law
of nature, or was wholly inconsistent with contempo
raryknowledge in the art. In re Gazave, 379 F.2d 973,
978, 154 USPQ 92, 96 (CCPA 1967). Special care
therefore should be taken when assessing the credibil
ity of an asserted therapeutic utility for a claimed
invention. In such cases, a previous lack of success in
treating a disease or condition, or the absence of a
proven animal model for testing the effectiveness of
drugs for treating a disorder in humans, should not,
standing alone, serve as a basis for challenging the
asserted utility under 35 U.S.C. 101.

IV. INITIAL BURDEN IS ON THE OFFICE
TO ESTABLISH A PRIMA FACIE CASE
AND PROVIDE EVIDENTIARY SUPPORT
THEREOF

To properly reject a claimed invention under
35U.S.C. 101, the Office must (A) make a prima
facie showing that the claimed invention lacks utility,
and (E) provide a sufficient evidentiary basis for fac
tual assumptions relied upon in establishing theprima
facie showing. In te Gaubert, 524 F.2d 1222,1224,
187 USPQ 664, 666 (CCPA 1975) ("Accordingly, the
PTO must do more than merely question operability 
it must set forth factual reasons which would lead one
skilled in the art to question the objective truth ofthe
statement of operability."). If the Office
cannot develop a proper prima facie case andprovide
evidentiary support for a rejection under 35 U.S.C.
101, a rejection on this ground should not be imposed.
See, e.g., In re Oetiker, 977 F.2d 1443, 1445,
24 USPQ2d 1443, 1444 (Fed.. Cir. 1992) ("[T]he
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examiner bears the initial burden, on review of the
prior art or on any other ground, of presenting a prima
facie case of unpatentability. If that burden is met, the
burden of coming forward with evidence or argument
shifts to the applicant.... If examination at the initial
stage does not produce aprimafacie case of unpatent
ability, then without more the applicant is entitled to
grant of the patent,"). See also Fregeau v. Mossing
hoff, 776 F.2d 1034,227 USPQ 848 (Fed. Cir. 1985)
(applying prima facie case law to 35 U.S.C. 101);
In re Piasecki, 745 F.2d 1468, 223 USPQ 785 (Fed.
Cir. 1984).

The prima facie showing must be set forth in a
well-reasoned statement. Any rejection based on lack
of utility should include a detailed explanation why
the claimed invention has no specific and substantial
credible utility. Whenever possible, the examiner
should provide documentary evidence regardless of
publication date (e.g., scientific or technical journals,
excerpts from treatises or books, or U.S. or foreign
patents) to support the factual basis for the prima
facie showing of no specific and substantial credible
utility. If documentary evidence is not available, the
examiner should specifically explain the scientific
basis for his or her factual conclusions.

Where the asserted utility is not specific or sub
stantial, aprimafacie showing must establish that it is
more likely than not that a person of ordinary skill in
the art would not consider that any utility asserted by
the applicant would be specific and substantial. The
prima facie showing must contain the following ele
ments:

(A) An explanation that clearly sets forth the rea
soning used in concluding that the asserted utility for
the claimed invention is neither both specific and sub
stantial nor well-established;

(B) Support for factual findings relied upon in
reaching this conclnsion; and

(C) An evaluation of all relevant evidence of
record, including utilities taught in the closest prior
art.

Where the asserted specific and substantial utility is
not credible, a prima facie showing of no specific and
substantial credible utility must establish that it is
more likely than not that a person skilled in the art
would not consider credible any specific and substan
tial utility asserted by the applicant for the claimed

invention. The prima facie showing must contain the
following elements:

(A) An explanation that clearly sets forth the rea
soning used in concluding that the asserted specific
and substantial utility is not credible;

(B) Support for factual findings relied upon in
reaching this conclusion; and

(C) An evaluation of all relevant evidence of
record, including utilities taught in the closest prior
art.

Where no specific and substantial utility is dis
closed or is well-established, a prima facie showing of
no specific and substantial utility need only establish
that applicant has.not asserted a utility and that, on the
record before the examiner, there is no known well
established utility.

It is imperative that Office personnel use specifity
in setting forth and initial rejection under 35 U.S.C.
101 and support any factual conclusions made in the
prima facie showing.

By using specificity, the applicant will be able to
identify the assumptions made by the Office in setting
forth the rejection and will be able to address those
assumptions properly.

V. EVIDENTIARY REQUESTS BY AN EX·
AMINER TO SUPPORT AN ASSERTED
UTILITY

In appropriate situations the Office may require an
applicant to substantiate an asserted utility for a
claimed invention. See In re Pottier, 376 F.2d 328,
330, 153.USPQ 407, 408 (CCPA 1967) ("When the
operativeness of any process would be deemed
unlikely by one of ordinary skill in the art, it is not
improper for the examiner to call for evidence of
operativeness,"), See also In re Jolles, 628 F.2d 1322,
1327,206 USPQ 885, 890 (CCPA 1980); In re Citron,
325 F.2d 248, 139 USPQ 516 (CCPA 1963); In re
Novak, 306 F.2d 924, 928, 134 USPQ 335, 337
(CCPA1962). In In re Citron, the court held that when
an "alleged utility appears to be incredible in the light
of the knowledge of the art, or factually misleading,
applicant must establish the asserted utility by accept
able proof." 325 F.2d at 253, 139 USPQ at 520. The
court approved of the board's decision which affirmed
the rejection under 35 U.S.c. 101 "in view of the art
knowledge of the lack of a cure for Cancer and the
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absence of any clinical data to substantiate the allega
tion." 325 F.2d at 252, 139 USPQ at 519 (emphasis in
original). The court thus established a higher burden
on the applicant where the statement of use is iucredi
ble or misleading. In such a case, the examiner should
challenge the use and require sufficient evidence of
operativeness. The purpose of this authority is to
enable an applicant to cure an otherwise defective fac
tual basis for the operability of au invention. Because
this is a curative authority (e.g., evidence is requested
to enable an applicant to support an assertion that is
inconsistent with the facts of record in the applica
tion), Office personnel should indicate not only why
the factual record is defective in relation to the asser
tions of the applicant, but also, where appropriate,
what type of evidentiary showing can be provided by
the applicant to remedy the problem.

Requests for additional evidence should be
imposed rarely, and only if necessary to support the
scientific credibility of the asserted utility (e.g., if the
asserted utility is uot consistent With the evidence of
record and current scientific knowledge). As the Fed
eral Circuit recently noted, "[0[nly after the PTO pro
vides evidence showing that one of ordinary skill in
the art would reasonably doubt the asserted utility
does theburdenshift to the applicant to.provide rebut
tal evidence sufficient to convince such a person of
the invention's asserted utility." In re Brana, 51 F.3d
1560, 34USPQ2d 1436 (Fed. Cir. 1995) (citing In re
Bundy, 642 F.2d430, 433, 209 USPQ 48, 51 (CCPA
1981». In Brana, the court pointed outthat the pur
pose of treating cancer with chemical compounds
does not suggest, per se, an incredible utility. Where
the prior art disclosed "structurally similar com
pounds to those claimed by applicants which have
been proven in vivo to be effective as chemotherapeu
tic agents against various tumor models ..., one
skilled in the art would be without basis to reasonably
doubt applicants' asserted utility on its face." 51 F.3d
at 1566, 34 USPQ2d at 1441. As courts have stated,
"it is clearly improper for the examiner to make a
demand for further test data, which as evidence would
be essentially redundant and wonld seem to serve for
nothing except perhaps to unduly burden the appli
cant." In re Isaacs, 347 F.2d 887, 890, 146USPQ 193,
196 (CCPA 1965).

VI. CONSIDERATION OF A REPLY TO A
PRIMA FACIE REJECTION FOR LACK
OF UTILITY

If a rejection under 35 U.S.c. 101 has been prop
erly imposed, along with a corresponding rejection
under 35 U.S.c. 112, first paragraph, the burden
shifts to the applicant to rebut the prima facie show
ing. In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d
1443, 1444 (Fed. Cir. 1992) ("The examiner bears the
initial burden, on review of the prior art or on any
other ground, of presenting a prima facie case of
unpatentability. If that burden is met, the burden of
corning forward with evidence or argument shifts to
the applicant. .. After evidence or argument is sub
mitted by the applicant in response, patentability is
detertuined on the totality of the record, by a prepon
derance of evidence with due consideration to persua
siveness of argument."). An applicant can do this
using any combination of the following: amendments
to the claims, arguments or reasoning, or new evi
dence submitted in an affidavit or declaration under
37 CFR 1.132, or in a printed publication. New evi
dence provided by an applicant must be relevant to
the issues raised in the rejection. For example, decla
rations in which conclusions are set forth without
establishing a nexus between those conclusions and
the supporting evidence, or which merely express
opinions, may be of limited probative value with
regard to rebutting a prima facie case. In re Grunwell,
609 F.2d 486, 203 USPQ 1055 (CCPA 1979); In re
Buchner, 929 F.2d 660, 18 USPQ2d 1331 (Fed. Cir.
1991). See MPEP § 716.01(a) through § 716.01(c).

If the applicant responds to the prima facie rejec
tion, Office personnel should review the original dis
closure, any evidence relied upon in establishing the
prima facie showing, any claim amendments, and any
new reasoning or evidence provided by the applicant
in support of an asserted specific and substantial cred
ible utility. It is essential for Office personnel to rec
ognize, fully consider and respond to each substantive
element of any response to a rejection based on lack
of utility. Only where the totality of the record contin
ues to show that the asserted utility is not specific,
substantial, and credible should a rejection based on
lackof utility be maintained. If the record as a whole
would make it more likely than not that the asserted
utility for the claimed invention would be considered
credible by a person of ordinary skill in the art, the
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Office personnel should be particularly careful in their
review of evidence provided in support of an asserted.
therapeutic or pharmacological utility.

Courts have routinely found evidence of structural
similarity to a compound known to have a particular
therapeutic or pharmacological utility as being sup
portive of an assertion of therapeutic utility for a new
compound. .In In re Jolles, 628 F.2d 1322, 206 USPQ
885 (CCPA 1980), the claimed compounds were
found to have utility based on a finding of a close
structural relationship to daunorubicin and doxorubi
cin and shared pharmacological activity with those
compounds, both of which were known to be useful in
cancer chemotherapy..The evidence of close structural
similarity with the known compounds was presented
in conjunction with evidence demonstrating substan
tial activity of the claimed compounds in animals cus
tomarily employed for screening anticancer agents.

As a general matter, evidence of pharmacological
or other biological activity of a compound will be rel
evant to an asserted therapeutic use if there is a rea
sonable correlation between the activity in question
and the asserted utility. Cross v. Iizuka, 753 F.2d 1040,
224 USPQ 739 (Fed. Cir. 1985); In re lolles, 628 F.2d
1322,206 USPQ885 (CCPA 1980); Nelson v. Bowler,
626 F.2d 853, 206 USPQ 881 (CCPA 1980). An appli
cant can establish this reasonable correlation by rely
ing on statistically relevant data documenting the
activity of a compound or composition, arguments or
reasoning, documentary evidence (e.g., articles in sci
entific journals), or any combination thereof. The
applicant does not have to prove that a correlation
exists between a particular activity and an asserted
therapeutic use of a compound as a matter of statisti
cal certainty, nor does he or she have to provide actual
evidence of success in treating humans where such a
utility is asserted. Instead, as the courts have repeat
edly held, all that is required is a reasonable correla
tion between the activity and the asserted use. Nelson
v. Bowler, 626 F.2d 853, 857, 206 USPQ 881, 884
(CCPA 1980).

II. STRUCTURAL SIMILARITY TO COM·
POUNDS WITH ESTABLISHED UTILITY'

Office cannot maintain the rejection. In re Rinehart,
531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA
1976).

VII. EVALUATION OF EVIDENCE RELATED
TO UTILITY

There is no predetermined amount or character of
evidence that must be provided by an applicant to
support an asserted utility, therapeutic or otherwise,
Rather, the character and amount of evidence needed
to support an asserted utility will vary depending on
what is claimed (Ex parte Ferguson, 117 USPQ 229
(Bd. App. 1957», and whether the asserted utility
appears to contravene established scientific principles
and beliefs. In re Gazave, 379 F.2d 973, 978,
154 USPQ 92, 96 (CCPA 1967); In re Chilowsky,
229 F.2d 457, 462,108 USPQ 321, 325 (CCPA 1956).
Fnrthermore, the applicant does not have to provide
evidence sufficient to establish that an asserted utility
is true "beyond a reasonable doubt." In -re Irons,
340 F.2d 974,978,144 USPQ 351, 354 (CCPA 1965).
Nor must an applicant provide evidence such that it
establishes an asserted utility as a matter of statistical
certainty, Nelson v. Bowler, 626 F.2d 853, 856-57,
206 USPQ 881, 883-84 (CCPA 1980) (reversing the
Board and rejecting Bowler's arguments that the evi
dence of utility was statistically insignificant. The
court pointed out that a rigorous correlation is not
necessary when the test is reasonably predictive of the
response). See also Rey-Bellet v. Englehardt, 493 F.2d
1380, 181 USPQ 453 (CCPA1974) (data from animal
testing is relevant to asserted human therapeutic util
ity if there is a "satisfactory correlation between the
effect on the animal and that ultimately observed in
human beings"). Instead, evidence will be sufficient
if, considered as a whole, it leads a person of ordinary
skill in the art to conclude that the asserted utility .is
more likely than not true,

2107.03 Special Considerations for
Asserted Therapeutic or
Pharmacological Utilities

The Federal courts have consistently reversed
rejections by the Office asserting a lack of utility for
iuventions claiming a pharmacological or therapeutic
utility where an applicant has provided evidence that
reasonably supports such a. utility. In view of this,

I. A REASONABLE.. CORRELATION BE·
TWEEN THE EVIDENCE AND THE AS
SERTED UTILITY IS SUFFICIENT
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Such evideuce should be given appropriate Weightin
determiniug whether oue skilled in the art would find
the asserted utility credible. Office personuel should
evaluate uot only the existellce of the. structural rela
tionship, butalso the reasoning used by the applicant
Ora declaraIlt to explain why thatstructural similarity
is believed to be relevant to the applicant's assertion
of utility.

III. DATA FROM IN VITRO OR ANIMAL
TESTING IS GENERALLY SUFFICffiNT
TO SUPPORT THERAPEUTIC UTILITY

If reasonablY~orrelatedto the particular therapeutic
or pharmacological utility, data geueratedusiug in
vitro assays, or from testing in an animal model or a
combination thereof almost invariably will be suffi
cient to establish therapeutic or pharmacologicalutil
ity for a compound, composition or process. A
cursory review of cas"s involving therapeutic inven
tions where 35 U.S.c. 101 was the dispositive issue
illustrates the fact that the Federal courts are not par
ticularly receptive to rejections under 35 U.S.C -, 101
based on inoperability. Most striking is the fact that in
those cases where an applicant supplied a reasonable
evidentiary showing supporting an asserted therapeu
tic utility, almost uniformly the 35 U.S.C. IOl-based
rejection ",as reversed. See, e.g., In re Brana, 51F.3d
1560,34 USPQ 1436 (Fed.Crr. 1995); Cross v.Iizuka,
753 F.2d 1040, 224 USPQ 739 (Fed. Cir. 1985); In re
Jolles, 628 F.2d 1322,206 USPQ 885 (CCPA 1980);
Nelsonv. Rowler,626 F.2d853, 856, 206 USPQ 881,
883 (CCPA 1980); In reMalachowski, 530 F.2dI402,
189 USPQ 432 (CePA 1976); In re Gaubert, 530 F.2d
1402,189 USPQ432 (CCPA 1975); In re -Garave.
379 F.2d 973, 154 USPQ 92 (CCPA 1967); In reHar
top, 311 F.2d 249, 135 USPQ419 (CCPA 1962); In re
Krimmel, 292 F.2d 948; 130 USPQ 215 (CCPA 1961).
Only in those cases where the applicant was unable to
come forward with any relevant evidence to rebut a
finding by the Office that the claimed invention was
iuoperative was a 35 U.S.C. 101 rejection affirmed
by the court. In re Citron, 325 F.2d 248, 253, 139
USPQ 516, 520 (CCPA 1963) (therapeutic utility for
au uncharacterized biological extract uot supported or
scientifically credible); In re Buting, 418 F.2d 540,
543, 163 USPQ 689, 690 (CCPAI969) (record did
not establish a credible basis for the assertion that the
siugle class of compounds in questiou would be use-

fuliu treating disparatetypes of cancers); In re Novak,
306 F.2d924, 134 USPQ 335 (CCPA 1962) (claimed
compounds did not have capacity to effect physiologi
cal activity upon which utility claim based). Contrast,
however, In re Ruting to In re Gardner, 475 F.2d
1389, 177 USPQ 396 (CCPA 1913), reh'g denied,
480 F.2d 879 (CCPA 1973), in which the court held
that utility for a genus was found to be supported
through' a showing of Iltility for one species. In no
case has a Federal court required an applicant to sup,
port an asserted utility with data from human clinical
trials.

If an applicant provides data, whether from in vitro
assays or animal tests or both, to support an asserted
utility, and an explanation of why that data supports
the .asserted utility, the Office will determine if the
data and the explanation would be viewed by one
skilled inthe art as being reasonably predictive of the
asserted utility. See, e.g., Ex parte Maas, 9 USPQ2d
1746 (Bd. Pat. App.&.Inter. 1987); Ex parte
Balzarini, 21 USPQ2d 1892 (Bd. Pat. App. & Inter.
1991). Office personnel must becareful to evaluate all
factors that might influence the conclusions of a per
son of. ordinary skill in the art as to this question,
including the test parameters, choice of animal, rela
tionship of the activity to the particular disorder to be
treated, characteristics of the compound or composi
tion,relative significance of the .data provided and,
most importantly, the explanation offered by the
applicant as .to why the information provided is
believed to support the asserted utility. Ifthe data sup
plied is consistent with the asserted utility, the Office
cannot maintain a rejection under 35 U.S.C. 101.

Evidence does not have to be in the form of data
from an art-recognized animal model for the particu
lardisease or disease COndition to which the asserted
utility relates. Data from any test that the applicant
reasonably correlates to the asserted utility should be
evaluated substantively. Thus, an applicant may pro
vide data generated using a particular animal model
with an appropriate explanation as to why that
data supports the asserted utility, The absence of a
certification that the test in question is an industry
accepted model is not dispositive of whether data
from an animal model is in fact relevant to the
asserted utility, Thus, if one skilled in the art would
accept the animal tests as being reasonably predictive
ofutility in humans, evidence from those tests should
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be considered sufficient to support the credibility of
the asserted utility. In re Hartop, 311 F.2d 249, 135
USPQ 419 (CCPA 1962); In re Krimmel, 292 F.2d
948,953, 130 USPQ 215, 219 (CCPA 1961); Exparte
Krepelka, 231 USPQ 746 (Bd. Pat. App. & Inter.
1986). Office personnel should be careful not to find
evidence unpersuasive simply because no animal
model for the human disease condition had been
established prior to the filing of the application. See In
re Chilowsky, 229 F.2d 457, 461, 108 USPQ 321,
325 (CCPA 1956) ("The mere fact that something has
not previously been done clearly is not, in itself, a suf
ficient basis for rejecting all applications purporting
to. disclose how to do it."); In re Wooddy, 331 F.2d
636, 639, 141 USPQ 518, 520 (CCPA 1964) ("It
appears that no one on earth is certain as of the
present whether the process claimed will operate in
the manner claimed. Yet absolute certainty is not
required by the law. The mere fact that something has
not previously been done clearly is not, ill itself, a suf
ficient basis for rejecting all applications purporting
to disclose how to do it.").

IV. HUMAN CLINICAL DATA

Office personnel should not impose on applicants
the unnecessary burden of providing evidence from
human clinical trials. There is no decisional law that
requires an applicant to provide data from human
clinical trials to establish utility for· an invention
related to treatment of human disorders (see In re
Isaacs, 347 F.2d 889, 146 USPQ 193 (CCPA 1963);
In re Langer, 503 F.2d 1380, 183 USPQ 288 (CCPA
1974», even with respect to situations where no art
recognized animal models existed for the human dis
ease encompassed by the claims. Ex parte Balzarini,
21 USPQ2d 1892 (Bd. Pat. App. & Inter. 1991)
(human clinical data is not required to demonstrate
the utility of the claimed invention, even though those
skilled in the art might not accept other evidence to
establish the efficacy of the claimed therapeutic com
positions and the operativeness of the claimed meth
ods of treating humans). Before a drug can enter
human clinical trials, the sponsor, often the applicant,
must provide a convincing rationale to those espe~

cially skilled in the art (e.g., the Food and Drug
Administration) that the investigation may be success
ful. Such a rationale would provide a basis for the
sponsor's expectation that the investigation may be

successful. In order to determine a protocol for phase
I testing, the first phase of clinical investigation, some
credible rationale of how the drug might be effective
or could be effective would be necessary. Thus, as a
general rule, if an applicant has initiated human clini
cal trials for a therapeutic product or process, Office
personnel should presume that the applicant has
established that the subject matter of that trial is rea
sonably predictive of having the asserted therapeutic
utility.

V. SAFETY AND EFFICACY CONSIDERA
TIONS

The Office must confine its review of patent appli
cations to the statutory requirements of the patent law.
Other agencies of the government have been assigned
the responsibility of ensuring conformance to stan
dards established by statute for the advertisement,
use, sale or distribution of drugs. The FDA pursues a
two-prong test to provide approval for testing. Under
that test, a sponsor must show that the investigation
does not pose an unreasonable and significant risk of
illness or injury and that there is an acceptable ratio
nale for the study. As a review matter, there must be a
rationale for believing that the compound could be
effective, If the use reviewed by the FDA is not set
forth in the specification, FDA review may not satisfy
35 U.S.c. 101. However, if the reviewed use is one set
forth in the specification, Office personnel must be
extremely hesitant to challenge utility. In such a situa
tion, experts at the FDA have assessed the rationale
for the drug or research study upon which an asserted
utility is based and found it satisfactory. Thus, in chal
lenging utility, Office personnel must be able to carry
their burden that there is no sound rationale for the
asserted utility even though experts designated by
Congress to decide the issue have come to an opposite
conclusion. "FDA approval, however, is not a prereq
uisite for finding a compound useful within the mean
ing of the patent laws." In re Brana, 51 F.3d 1560,
34 USPQ2d 1436 (Fed. Cir. 1995) (citing Scott v.
Finney, 34 F.3d 1058, 1063, 32 USPQ2d 1115, 1120
(Fed. Cir.1994».

Thus, while an applicant may on occasion need to
provide evidence to show that an invention will work
as claimed, it is improper for Office personnel to
request evidence of safety in the treatment of humans,
or regarding the degree of effectiveness. See In re
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Sichert,566 F.2d II54, 196 USPQ 209 (CCPA 1977);
In re Hartop, 3II F.2d 249, 135 USPQ 419 (CCPA
1962); In re Anthony, 414 F.2d 1383,162 USPQ 594
(CCPA 1969); In re Watson, 517 F.2d 465, 186 USPQ
II (CCPA 1975); In re.Krimmel, 292 F.2d 948; 130
USPQ 215 (CCPA 1961); Ex parte Jovanovics, 2II
USPQ 907 (Bd. Pat. App. & Inter. 1981).

VI; TREATMENT OF SPECIFIC DISEASE
CONDITIONS

Claims directed to a method of treating or curing a
disease for which there have been no previously suc
cessful treatments or cures warrant careful review for
compliance with 35 U.S.C.l0l. The credibilityofan
asserted utility for treating a human disorder may be
more difficult to establish where current scientific
understanding suggests that such a task would be
impossible. Such a determination has alwaysrequired
a good understanding of the state of the art.as of the
time that the invention was made. For exainple, prior
to the 1980's, there were a number of cases where an
asserted use in treating cancer in humans was viewed
as "incredible." In re Jolles,628F.2d 1322,
206 USPQ 885 (CCPA 1980); In re Buting, 418 F.2d
540, 163 USPQ 689 (CCPA 1969); Exparte Stevens,
16 USPQ2d 1379 (Ed. Pat. App. & Inter. 1990); Ex
parte Busse, 1 USPQ2d 1908 (Bd. Pat. App. & Inter.
1986); Ex parte Krepelka, 231 USPQ 746 (Bd. Pat.
App: & Inter. 1986); Ex parte Jovanovics, 211USPQ
907 (Bd. Pat. App. & Inter. 1981). The fact that there
is no known cure for a disease, however, cannot serve
as the basis for a conclusion that such an invention
lacks utility. Rather, Office personnel must determine
if the asserted utility for the invention is credible
based on the information disclosed in the application.
Only those claims for which an asserted utility is not
credible should be rejected. In such cases, the Office
should carefully review what is being claimed by the
applicant. An assertion that the claimed invention is
useful in treating a symptom of an incurable disease
may be considered credible by a person of ordinary
skill in the art on the basis of a fairly modest amount
of evidence or support. In contrast, an assertion that
the.claimed invention will be useful in "curing" the
disease may require a significantly greater amount of
evidentiary support to be considered credible by a
person of ordinary skill in the art. In reSichert, 566
F.2d II54, 196 USPQ 209 (CCPA 1977); Inre Jolles,

628 F.2d 1322, 206 USPQ 885 (CCPA 1980). See also
Ex parte Ferguson, 117 USPQ 229 (Bd. Pat. App. &
Inter. 1957).

In these cases, it is important to note that the Food
and Drug Administration has promulgated regulations
that enable a party to conduct clinical trials for drugs
used to treat life threatening and severely-debilitating
illnesses; even where no alternative therapy exists.
See 21 CFR 312.80-88 (1994). Implicit in these regu
lations is the recognition that experts qualified to
evaluate the effectiveness of therapeutics can and
often do find a sufficient basis to conduct clinical tri
als of drugs for incurable or previously untreatable ill
nesses.Thus, affidavit evidence from experts in the
art indicating that there is a reasonable expectation of
success, supported by sound reasoning, usually should
be sufficient to establish that such a utility is credible.

2111 Claim Interpretation; Broadest
Reasonable Interpretation

CLAIMS MUST BE GIVEN THEIR BROADEST
REASONABLE INTERPRETATION

During patent examination, the pending claims
must be "given the broadest reasonable interpretation
consistent with the specification." Applicant always
has the opportunity to amend the claims during prose
cution, and broad interpretation by the examiner
reduces the possibility that the claim, once issued,
will be interpreted more broadly thanis justified. In re
Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550
51 (CCPA 1969) (Claim 9 was directed to a process of
analyzing data generated by mass spectrographic
analysis of a gas. The process comprised selecting the
data to be analyzed by subjecting the data to a mathe
matical manipulation. The examiner made rejections
under 35 U.S.C. 101 and 102. In the 35 U.S.c. 102
rejection, the examiner explained that the claim was
anticipated by a mental process augmented by pencil
and paper markings. The court agreed that the claim
was not limited to using a machine to carry out the
process siuce the claim did not explicitly set forth the
machine. The court explained that "reading a claim in
light of the specification, to thereby interpret limita
tions explicitly recited in the claim, is a quite different
thing from 'reading limitations of the specification
into a claim,' to thereby narrow the scope of the claim
by implicitly adding disclosed limitations which have
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no express basis in the claim." The court found that
applicant was advocating the latter, i.e., the impermis
sible importation of subject matter from the specifica
tion into the claim.). See also In re Morris, 127 F,3d
1048, 1054-55,44 USPQ2d 1023, 1027-28 (Fed. Cir.
1997) (The court held that the PrO is not required, in
the course of prosecution, to interpret claims in appli
cations in the same manner as a court would interpret
claims in an infringement suit. Rather, the "PrO
applies to verbiage of the proposed claims the broad
est reasonable meaning of the words in their ordinary
usage as they would be understood by one of ordinary
skill in the att, taking into account whatever enlight
enment by way of definitions or otherwise that may
be afforded by the written description contained in
applicant's specification.").

The broadest reasonable interpretation of the claims
must also be consistent with the interpretation that
those skilled in the art would reach. In re Cortright,
165 F,3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed.
Cir. 1999) (The Board's construction of the claim lim
itation "restore hair growth" as requiring the hair.to be
returned to its original state was held to be an unrea
sonably broad interpretation of the limitation. The
court held that, consistent with applicant's disclosure
and the disclosure of three patents from analogous
arts using the same phrase to require only some
increase in hair growth, one of ordinary skill would
construe "restore hair growth" to mean that the
claimed method increases the amount of hair grown
on the scalp, but does not necessarily produce a full
head of hair.).

2111.01 Plain Meaning

THE WORDS OF A CLAIM MUST BE GIVEN
THEIR "PLAIN MEANING" UNLESS THEY
ARE DEFINED IN THE SPECIFICATION

While the meaning of claims of issued patents are
interpreted in light of the specification, prosecution
history, prior art and other claims, this is not the mode
of claim interpretation to be applied during examina
tion. During examination, the claims must be inter
preted as broadly as their terms reasonably allow.This
means that the words of the claim must be given their
plain meaning unless applicant has provided a clear
definition in the specification. In re Zietz, 893 F,2d
319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989)

(discussed below). One must bear in mind that, espe
cially in nonchemical cases, the words in a claim are
generally not limited in their meaning by what is
shown or disclosed in the specification. It is only
when the specification provides definitions for terms
appearing in the claims that the specification can be
used ininterpreting claim language. In re Vogel, 422
F,2d 438, 441, 164 USPQ 619, 622 (CCPA 1970).
There is one exception, and that is when an element is
claimed using language falling under the scope of
35 U.S.c. 112, 6th paragraph (often broadly referred
to as means or step pius function language). In that
case, the specification must be consulted to determine
the structure, material, or acts corresponding to the
function recited in the claim. In re Donaldson, 16 F.3d
1189,29 USPQ2d 1845 (Fed. Cir. 1994) (see MPEP
§ 2181- § 2186).

In In re Zietz, supra, the examiner and the Board
had interpreted claims reading "normally solid
polypropylene" and "normally solid polypropylene
having a crystalline polypropylene content" as being
limited to "normally solid linear high homopolymers
ofpropylene which have a crystalline polypropylene
content." The court ruled that limitations, not present
in the claims, were improperly imported' from the
specification. See also In re Marosi, 710 F,2d 799,
218 USPQ 289 (Fed. Cir. 1983) ("Claims are not to be
read in a vacuum, and limitations therein are to be
interpreted in light of the specification in giving them
their 'broadest reasonable interpretation'." 710 F.2d at
802, 218 USPQ at 292 (quoting In re Okuzawa,
537 F.2d 545, 548, 190 USPQ 464, 466 (CePA 1976»
(emphasis in original). The court looked to the speci
fication to construe "essentially free of alkali metal"
as including unavoidable levels of impurities but no
more.). Compare In re Weiss, 989 F.2d 1202,
26 USPQ2d 1885 (Fed. Cir. 1993) (unpublished deci
sion - cannot be cited as precedent) (The claim related
to an athletic shoe with cleats that "break away at a
preselected level of force" and thus prevent injury to
the wearer. The examiner rejected the claims over
prior att teaching athletic shoes with cleats not
intended to break off and rationalized that the cleats
would break away given a high enough force. The
court reversed the rejection stating that when inter
pretiug a claim term which is ambiguous, such as 'a
preselected level of force,' we must look to the speci
fication for the meaning ascribed to that term by the
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inventor." The specification had defined "preselected
level of force ..." as that level of force at which the
breaking away will prevent injury to the wearer dur
ing athletic exertion. It should be noted that the limita
tion was part of a means plus function element.)

experience in the field of the invention." Multiform
Desiccants Inc. v. Medzam Ltd., 133 F.3d 1473, 1477,
45 USPQ2d 1429, 1432 (Fed. Cir. 1998).

2111.02 Weight of Preamble

Any terminology in the preamble that limits the
structure of the claimed invention must be treated as a
claim limitation. See, e.g., Corning Glass Works v.
Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257,
9 USPQ2d 1962, 1966 (Fed. Cir. 1989) (The determi
nation of whether preamble recitations are structural
limitations can be resolved only on review of the
entirety of the application "to gain an understanding
of what the inventors actually invented and intended
to encompass by the claim."); Pac-Tee Inc. v.Amer
ace Corp., 903 F.2d 796, 801, 14 USPQ2d 1871,
1876 (Fed. Cir. 1990) (determining that preamble lan
guage that constitutes a structural limitation is actu
ally part of the claimed invention). See also In re
Stencel, 828 F.2d 751, 4 USPQ2d 1071 (Fed. Cir.
1987). (The claim at issue was directed to a driver for

"[AJ claim preamble has the import that the claim
as a whole suggests for it." Bell Communications
Research, Inc. v. Vitalink Communications Corp.,
55 F.3d 615, 620, 34 USPQ2d 1816, 1820 (Fed. Cir.
1995). "Ifthe claim preamble, when read in the con
text of the entire claim, recites limitations of the
claim, or, if the claim preamble is 'necessary to give
life, meaning, and vitality' to the claim, then the claim
preamble should be construed as if in the balance of
the claim." Pitney Bowes, Inc. v. Hewlett-Packard
Co., 182 F.3d 1298, 1305,51 USPQ2d 1161, 1165-66
(Fed. Cir. 1999). See also Kropa v. Robie, 187 F.2d
150, 152,88 USPQ 478, 481 (CCPA 1951) (A pream
ble reciting "An abrasive article" was deemed essen
tial to point out the invention defined by claims to an
article comprising abrasive grains and a hardened
binder and the process of making it. The court stated
"it is only by that phrase that it can be known that the
subject matter defined by the claims is comprised as
an abrasive article. Every union of substances capable
inter alia of use as abrasive grains and a binder is not
an 'abrasive article.''' Therefore, the preamble served
to further define the structure of the article pro
duced.).

"PLAIN MEANING" REFERS TO THE MEAN
ING GIVEN TO THE TERM BY THOSE OF OR·
DINARY SKILL IN THE ART

When not defined by applicant in the specification,
the words of a claim must be given ·their plain mean
ing. In other words, they must be read as they would
be interpreted by those of ordinary skill in the art. In
re Sneed, 710 F.2d 1544, 218 USPQ 385 (Fed. Cir.
1983) (The applicants had argued in an amendment
after final rejection that the term "flexible plastic
pipe," as used in the claims, pertained only to pipes of
2-inch diameter and 3-inch diameter and not to a pipe
of 1.5 inch diameter. This definition of "flexible" was
also.advanced in an affidavit. The prior art, however,
described 1.5 inch pipe as flexible. The ~ourt held that
the specification and the evidence (the prior art) failed
to support t)le gloss appellants sought to put on the
term "flexible." Note that applicant .had not defined
"flexible plastic pipe" in the specification.); In re
Barr, 444 F.2d 588, 597, 170 USPQ 330, 339 (CCPA
1971) ("The specification in this case attempts no def
inition of the claim language 'a phenyl radical.'
Accordingly we must presume that the phrase was
used in its commonly accepted technical sense ....
[Applicants] have not referred us to any standard
work on chemistry which indicates that the commonly
accepted technical meaning of the words 'a phenyl
radical', without more, would encompass the hydrox
yphenyl radical. On the contrary, Hackh's [Chemical
Dictionary] quite plainly defines 'phenyl' as 'the
monovalent radical... derived from benzene... or phe
nol. "').

APPLICANT MAY BE OWN LEXICOGRA·
PHER

Applicant may be his or her own lexicographer as
long as the meaning assigned to the term is not repug
nant to the term's well known usage. In re Hill,
161 F.2d 367, 73 USPQ 482 (CCPA 1947). Any spe
cial meaning assigned to a term "must be sufficiently
clear in the specification that any departure from com
mon usage would be so understood by a personof

PREAMBLE
STRUCTURE

STATEMENTS LIMITING
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setting a joint of a threaded collar, however the body
of the claim did not directly include the structure of
the collar as part of the claimed article. The examiner
did not consider the preamble, which did set forth the
structure of the collar, as lintiting the claim. The court
found that the collar structure could not be ignored.
While the claim was not directly lintited to the collar,
the collar structure recited in the preamble did lintit
the structure of the driver. "[T[he framework - the
teachings of the prior art - against which patentability
is measured is not all drivers broadly, but drivers suit
able for use in combination with this collar, for the
claims are so lintited." Id. at 1073, 828 F.2dat 754.).

PREAMBLE STATEMENTS RECITING pUR·
POSE OR INTENDED USE

The claim preamble"must be read in the context of
the entire claim. The deterntination of whether pream
ble recitations are structurallintitations or mere state
ments of purpose or use "can be resolved only on
review of the entirety of the [record] to gain an under
standing of what the inventors actually invented and
intended to encompass by the claim." Corning Glass
Works, 868 F.2d at. 1257, 9 USPQ2d at 1966. If the
body of a.claim fully and intrinsically sets forth all of
the limitations of the claimed invention, and the pre
amble merely states, for example, the purpose or
intended use of the invention, rather than any distinct
definition of any of the claimed invention's lintita
tions, then the preamble is not considered a lintitation
and is of no significance to claim construction. Pitney
Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298,
1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 1999). See
also Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d
1550, 1553 (Fed. Cir. 1997) ("where a patentee
defines a structurally complete invention in the claim
body and uses the preamble only to state a purpose or
intended use for the invention, the preamble is not a
claim lintitation"); Kropa v. Robie, 187 F.2d at 152,
88 USPQ2d at 480-81 (preamble is not a lintitation
where claim is directed to a product and the preamble
merely recites a property inherent in an old product
defined by the remainder of the claim); STX LLG. v.
Brine, 211 F.3d 588, 591, 54 USPQ2d 1347, 1350
(Fed. Cir, 2000) (holding that the preamble phrase
"which provides improved playing and handling char
acteristics" in a claim drawn to a head fora lacrosse
stick was not a claim lintitation).

During examination, statements in the preamble
reciting the pnrpose or intended use of the claimed
invention mnst be evaluated to deterntine whether the
recited purpose or intended use results in a structural
difference (or, in the case of process claims, manipu
lative difference) between the claimed invention and
the prior art.. If so, the recitation serves to lintit the
claim. See, e.g., In re Otto, 312 F.2d 937, 938,
136 USPQ 458, 459 (CCPA 1963) (The claims were
directed to a core member for hair curlers and a pro
cess of making a core member for hair curlers. Court
held that the intended use of hair curling was of no
significance to the structure and process of making.);
In re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305
(CCPA 1962) (statement of intended use in an appara
tus claim did not distinguish over the prior art appara
tus). If a prior art structure is capable of perfornting
the intended use as recited in the preamble, then it
meets the claim. See, e.g., In re Schreiber, 128 F.3d
1473, 1477,44 USPQ2d 1429, 1431 (Fed. Cir. 1997)
(anticipation rejection affirmed based on Board's fac
tual finding that the reference dispenser (a spout dis
closed as useful for purposes such as dispensing oil
from an oil can) would be capable of dispensing pop
corn in. the manner set forth in appellant's claim 1 (a
dispensing top for dispensing popcorn in a specified
manner» and cases cited therein. See also MPEP
§ 2112 - § 2112.02.

2111.03 TransitionalPhrases

The. transitional phrases "comprising", "consisting
essentially of' and "consisting of' define the scope of
a claim with respect to what unrecited additional come
ponents or steps, if any, are excluded from the scope
of the claim.

The transitional term "comprising", which issyn
onymous.with "including," "containing," or "charac
terized by," is inclusive or open-ended and does not
exclude additional, unrecited elements or method
steps. See, e.g., Genentech, Inc. v. Chiron Corp.,
112 F.3d495, 501,42 USPQ2d 1608, 1613 (Fed. Cir.
1997) ("Comprising" is a term of art used in claim
language which means that the named elements are
essential, but other elements may be added and still
form a construct within the scope of the claim.);
Moleculon Research Corp. v. CBS, Inc., 793 F.2d
1261, 229 USPQ 805 (Fed. Cir. 1986); In re Baxter,
656 F.2d 679, 686, 210 USPQ 795, 803 (CCPA 1981);
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Ex parte Davis,80 USPQ 448,450 (Bd. App. 1948)
("comprising" leaves "the claim open for the inclu
sion of unspecified ingredients even in major
amounts").

The transitional phrase "consisting of' excludes
any element, step, or ingredient not specifiedin the
claim. In. re Gray, 53 F.2d 520, 11 USPQ 255 (CCPA
1931); Ex parte Davis, 80 USPQ 448, 450(Bd, App.
1948) ("consisting of' defined as "closing the claim
to the inclusion of materials other than those recited
except for impurities ordinarily associated there
with."). A claim which depends from a claim which
"consists of' the recited elements.or steps cannot add
an element or step. When the phrase "consists of'
appears in a clause of the body of a claim, rather than
immediately following the preamble, it limits only the
element set forth in that clause; other elements are not
excluded from the claim as a whole. Mannesmann
Demag Corp. v. Engineered Metal Products Co.,
793 F.2d 1279, 230 USPQ 45 (Fed. Cir. 1986).

The transitional phrase "consisting essentially of'
limits the scope of a claim to the specified materials
or steps "and those that do not materially affect the
basic and novel characteristic(s)" of the claimed
invention. In re Herz, 537 F.2d 549, 551-52,
190 USPQ 461,463 (CCPA 1976) (emphasis in origi
nal) (Prior art hydraulic fluid required a dispersant
which appellants argued was excluded from claims
limited to a functional fluid "consisting essentially of'
certain components. In finding the claims did not
exclude the prior art dispersant, the court noted that
appellants' specification indicated the claimedcorn
position can contain any well-known additive such as
a dispersant, and there was no evidence that the pres~

ence of a dispersant would materially affect the basic
and novel characteristic of the claimed invention. The
prior art composition had the same basic and novel
characteristic (increased oxidation resistance) as well
as additional enhanced detergent and dispersant char
acteristics.). "A 'consisting essentially of' claim
occupies a middle ground between closed claims that
are written in a 'consisting of' format and fully open
claims that are dtafted in a 'comprising' format."
PPG Industries v. Guardian Industries, 156 F.3d
1351, 1354, 48 USPQ2d 1351, 1353'54 (Fed. Cir.
1998). See also Atlas Powder v. E.I. dul'ont de Nem
ours & Co., 750 F.2d 1569, 224 USPQ 409 (Fed. Cir.
1984); In re Ianakirama-Rao, 317 F.2d 951, 137

USPQ 893 (CCPA 1963); Water Technologies Corp.
vs. Calco, us; 850 F.2d 660, 7 USPQ2d 1097 (Fed.
Cir.1988). For the purposes of searching for and
applying prior art under 35 U.S.C. 102 and 103,
absent a clear indication in the specification or claims
of what the basic and novel characteristics actually
are, "consisting essentially of' will be construed as
equivalent to "comprising." See, e.g., PPG, 156 F.3d
at 1355, 48 USPQ2d at 1355 ("PPG could have
defined the scope of the phrase 'consisting essentially
of' for purposes of its patent by making clear in its
specification what it regarded as constituting a mate
rial change in the basic and novel characteristics of
the invention."). See also In re Janakirama-Rao,
317 F.2d 951, 954, 137 USPQ 893, 895-96 (CCPA
1963). If an applicant contends that additional steps or
materials in the prior art are excluded by the recitation
of"consisting essentially of," applicant has the bur
den of showing that the introduction of additional
steps or components would materially change the
characteristics of applicant's invention. In re De
Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964).
See also Ex parte Hoffman, 12 USPQ2d 1061, 1063
64 (1M. Pat. App. & Iriter. 1989) ("Although 'consist
ing esseritially of' is typically used and defined in the
context of compositions of matter, we find nothing
intrinsically wrong with the use of such language as a
modifier of method steps. . . [rendering] the claim
open only for the inclusion of steps which do not
materially affect the basic and novel characteristics of
the claimed method. To determine the steps included
versus excluded the claim must be read in light Of the
specification. . .. [I]t is an applicant's burden to
establish that a step practiced in a prior art method is
excluded from his claims by 'consisting essentially
of' language.").

OTHER TRANSITIONAL PHRASES

Transitional phrases such as "having" must be
interpreted in light of the specification to detertnine
whether open or closed claim language is intended.
See, e.g., Lampi Corp. v. American Power Products
Inc., 228 F.3d 1365, 1376,56 USPQ2d 1445, 1453
(Fed. Cir. 2000) (The term "having" was interpreted
as open tertninology, allowing the inclusionof other
components in addition to those recited); Crystal
Semiconductor Corp. v. TriTech Microelectronics Int'l
Inc., 246 F.3d 1336, 1348, 57 USPQ2d 1953, 1959
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(Fed. Cir. 2001) (term "having" in transitional phrase
"does not create a presumption that the body of the
claim is open"); Regents of the Univ. of Cal. v. Eli
Lilly & Co., 119 F.3d 1559, 1573, 43 USPQ2d 1398,
1410 (Fed. Cir. 1997) (In the context of a cDNA hav
ing a sequence coding for human PI, the term "hav
ing" still permitted inclusion of other moieties.). The
transitional phrase "composed of' has been inter
preted in the same manner as either "consisting of' or
"consisting essentially of," depending on the facts of
the particular case. See AFG Industries, Inc. v. Cardi
nalIG Company, 239 F.3d 1239, 1245,57 USPQ2d
1776, 1780-81 (Fed. Cir. 2001) (based on specifica
tion and other evidence, "composed of' interpreted in
same manner as "consisting essentially of'); In re
Bertsch, 132 F.2d 1014, 1019-20,56 USPQ 379, 384
(CCPA 1942) ("Composed of' interpreted in same
manner as "consisting of'; however, court further
remarked that "the words 'composed of' may under
certain circumstances be given, in patent law, a
broader meaning than 'consisting of.' "),

2112 Requirements of Rejection Based
on Inherency; Burden of Proof

The express, implicit, and inherent disclosures of a
prior art reference may be relied upon in the rejection
of claims under 35 U.S.C. 102 or 103. "The inherent
teaching of a prior art reference, a question of fact,
arises both in the context of anticipation and obvious
ness." In re Napier, 55 F.3d 610, 613, 34 USPQ2d
1782, 1784 (Fed. Cir. 1995)(affirmed a 35 U.S.c. 103
rejection based in part on inherent disclosure in one of
the references). See also In re Grasselli, 713 F.2d 731,
739, 218 USPQ 769, 775 (Fed. Cir. 1983).

SOMETHING WmCH IS OLD DOES NOT BE
COME PATENTABLE UPON THE DISCOVERY
OF A NEW PROPERTY

The claiming of a new use, new function or
unknown property which is inherently present in the
prior art does not necessarily make the claim patent
able. In re Best, 562 F.2d 1252, 1254, 195 USPQ 430,
433 (CCPA 1977). See also MPEP § 2112.01 with
regard to inherency and product-by-process claims
and MPEP § 2141.02 with regard to inberency and
rejections under 35 U.S.C. 103.

A REJECTION UNDER 35 U.S.C. 102/103 CAN
BE MADE WHEN THE PRIOR ART PRODUCT
SEEMS TO BE IDENTICAL EXCEPT THAT
THE PRIOR ART IS SILENT AS TO AN
INHERENT CHARACTERISTIC

Where applicant claims a composition in terms of a
function, property or characteristic and the composi
tion of the prior art is the same as that of the claim but
the function is not explicitly disclosed by the refer
ence, the examiner may make a rejection under both
35 U.S.c. 102 and 103, expressed as a 1021103 rejec
tion. "There is nothing inconsistent in concurrent
rejections for obviousness under 35 U.S.c. 103 and
for anticipation under 35 U.S.C. 102." In re Best,
562 F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4
(CCPA 1977). This same rationale should also apply
to product, apparatus, and process claims claimed in
terms of function, property or characteristic. There
fore, a 35 U.S.C. 1021103 rejection is appropriate for
these types of claims as well as for composition
claims.

EXAMINER MUST PROVIDE RATIONALE OR
EVIDENCE TENDING TO SHOW INHERENCY

The fact that a certain result or characteristic may
occur or be present in the prior art is not sufficient to
establish the inherency of that result or characteristic.
In re Rijckaert, 9 F.3d 1531, 1534,28 USPQ2d 1955,
1957 (Fed. Cir. 1993) (reversed rejection because
inherency was based on what would result due to opti
mization of conditions, not what was necessarily
present in the prior art); In re Oelrich, 666 F.2d 578,
581-82,212 USPQ 323, 326 (CCPA 1981). "To estab
lish inherency, the extrinsic evidence 'must make
clear that the missing descriptive matter is necessarily
present in the thing described in the reference, and
that it would be so recognized by persons of ordinary
skill. Inherency, however, may not be established by
probabilities or possibilities. The mere fact that a cer
tain thing may result from a given set of circum
stances is not.sufficieut.' " In re Robertson, 169 F.3d
743,745,49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999)
(citations omitted) (The claims were drawn to a dis
posable diaper having three fastening elements. The
reference disclosed two fastening elements that could
perform the same function as the three fastening ele
ments in the claims. The court construed the claims to
require three separate elements and held that the refer-
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ence did not disclose a separate third fastening ele
ment, either expressly orinherently.),

"In relying upon the theory of inherency, the exam
iner must provide a basis in fact and/or technical rea
soning to reasonably support the determination that
the allegedly inherent characteristic necessarily flows
from the teachings of the applied prior .art." Ex parte
Levy, 17 USPQ2d 1461, 1464 (Bd, Pat. App. & Inter.
1990) (emphasis in original) (Applicant's invention
was directed to a biaxially oriented, flexible dilation
catheter balloon (a. tube which expands upon infla
tion) used, for example, in clearing the blood vessels
of heart patients). Theexaminer applied a U.S. patent
to Schjeldahl which disclosed injection molding a
tubular preform and then injecting air into thepreform
to expand it against a mold (blow molding). The refer
ence did not directly state that the end product balloon
was biaxially oriented. It did disclose that the balloon
was "formed from a thin flexible inelastic, high ten
sile strength, biaxially oriented synthetic plastic mate
rial." Id. at 1462 (emphasis in original). The examiner
argued that Schjeldahl's balloon was inherently biaxi
ally oriented. The Board reversed on the basis that the
examiner did not provide objective evidence or cogent
technical reasoning to support the conclusion of
inherency.) .

ill In re Schreiber, 128 F.3d 1473,44 USPQ2d 1429
(Fed. Cir, 1997), the court affirmed a finding that a
prior patent to a conical spout used primarily to dis
pense oil from ail. oil can inher~ntly performed the
functions recited in applicant's claimto a conical con
tainer top for dispensing popped popcorn. The exam
iner had asserted inherency based on the structural
similarity between the patented spout and applicant's
disclosed top, i.e., both structures had the same gen
eral shape. The court stated:

[N]othing in Schreiber's [applicant's] claim suggests that
Schreiber's container is of a 'different shape' than Harz's
[patent]. In fact, [ ] an embodiment. according to Harz
(Fig. 5) and the embodiment depicted in Fig. 1 of
Schreiber's application have the same general shape. For
that reason; the examiner was justified in concluding that
the opening of a conically shaped-top as disclosed by Harz
is inherently of a size sufficient to 'allow [ ] several ker
nels. of popped popcorn to pass through at the same time'
and that the taper of Harz's conically shaped top .is.inher
ently of such a shape 'as to by itself jam up the popped
popcorn before the end of the cone and permit the dis
pensing of only -a few kernels at a shake ofa package

-when the top is mounted to the container.' The 'examiner

therefore correctly found that Harz established a prima
facie case of anticipation.

In re Schreiber, 128 F.3d at 1478, 44 USPQ2d at
1432.

ONCE A REFERENCE TEACHING PRODUCT
APPEARING TO BE SUBSTANTIALLY IDEN
TICAL IS MADE THE BASIS OF A REJEC
TION, AND THE EXAMINER PRESENTS
EVIDENCE OR REASONING TENDING TO
SHOW INHERENCY, THE BURDEN SHIFTS
TO THE APPLICANT TO SHOW AN UNOBVI
OUS DIFFERENCE

"[T]he PTO cau require an applicant to prove that
the prior art products do not necessarily or inherently
possess the characteristics of his [or her] claimed
product. Whether the rejection is based on 'inherency'
under 35 U.S.C. 102, on 'prima facie obviousness'
under 35 U.S.C. 103, jointly or alternatively, the bur
den of proof is the same...[footnote omitted]." The
burden of proof is similar to that required with respect
to product-by-process claims. In re Fitzgerald,
619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980)
(quoting In re Best, 562 F.2d 1252, 1255,195 USPQ
430,433-34 (CCPA 1977)).

In In re Fitzgerald, the claims were directed to a
self-locking screw-threaded fastener comprising a
metallic threaded fastener having patches of crystalli
zable thermoplastic bonded thereto. The claim further
specified that the thermoplastic had a reduced degree
of crystallization shrinkage. The specification dis
closed that the locking fastener was made by heating
the metal fastenerto melt a thermoplastic blank which
is pressed against the metal. After the thermoplastic
adheres to the metal fastener, the end product is
cooled by quenching in water. The examiner made a
rejection based on a U.S. patent to Barnes. Barnes
taught a self-locking fastener in which the patch of
thermoplastic was made by depositing thermoplastic
powder on a metallic fastener which was then heated.
The end product was cooled in ambient air, by cooling
air or by contacting the fastener with a water trough.
The court first noted that the two fasteners were iden
tical or only slightly different from each other. "Both
fasteners possess the same utility, employ the same
crystallizable polymer (nylon 11), and have an adher
ent plastic patch formed by melting and then cooling
the polymer." Id. at 596 n.l, 619 F,2d at 70 n.l. The
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court then noted that the Board had found that Bames'
cooling rate could reasonably be expected to result in
a polymer possessing the claimed crystallization
shrinkage rate. Applicants had not rebutted this find
ing with evidence that the shrinkage rate was indeed
different. They had only argued that the crystallization
shrinkage rate was dependent on the cool down rate
and that the cool down rate of Bames was much
slower than theirs. Because a difference in the cool
down rate does not necessarily result in a difference in
shrinkage, objective evidence was required to rebut
the 35 U.S.c. 102/103primajacie case.

In In re Schreiber, 128 F.3d 1473, 1478,
44 USPQ2d 1429,1432 (Fed.Cir.1997), the court held
that applicant's declaration failed to overcome a
prima jacie case of anticipation because the declara
tion did not specify the dimensions of either the dis
pensing top that was tested or the popcorn that was
used. Applicant's declaration merely asserted that a
conical dispensing top built according to a figure in
the prior art patent was too small to jam and dispense
popcorn and thus could not inherently perform the
functions recited in applicant's claims. The court
pointed out the disclosure of the prior art patent was
not limited to use as an oil can dispenser, but rather
was broader than the precise configuration shown in
the patent's figure. The court also noted. that the
Board of Patent Appeals and Interferences found as a
factual matter that a scaled-up version of the top dis
closed in the patent would be capable of performing
the functions recited in applicant's claim.

See MPEP § 2113 for more information on the
analogous burden of proof applied to product-by-pro
cess claims.

2112.01 Composition,Product,
and Apparatus Claims

PRODUCT AND APPARATUS CLAIMS
WHEN THE STRUCTURE RECITED IN THE
REFERENCE IS SUBSTANTIALLY lDENTI
CAL TO THAT OF THE CLAIMS, CLAIMED
PROPERTIES OR FUNCTIONS ARE PRE
SUMED TO BE INHERENT

Where the claimed and prior art products are identi
cal or substantially identical in structure or composi-

tion, or are produced by identical or substantially
identical processes, aprimajacie case of either antici
pation or obviousness has been established. In re Best,
562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA
1977). "When the PTO shows a sound basis for
believing that the products of the applicant and the
prior art are the same, the applicant has the burden of
showing that they are not." In re Spada, 911 F.2d 705,
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). There
fore, the prima jacie case can be rebutted by evidence
showing that the prior art products do not necessarily
possess the characteristics of the claimed product. In
re Best, 562 F.2d at 1255, 195 USPQ at 433. See also
TItanium Metals Corp. v. Banner, 778 F.2d 775, 227
USPQ 773 (Fed. Cir. 1985) (Claims were directed to a
titanium alloy containing 0.2-0.4% Mo and 0.6-0.9%
Ni having corrosion resistance. A Russian article dis
closed a titanium alloy containing 0.25% Mo and
0.75% Ni but was silent as to corrosion resistance.
The Federal Circuit held that the claim was antici
pated because. the percentages of Mo and Ni were
squarely within the claimed ranges. The court went on
to say that it was immaterial what properties the
alloys had or who discovered the properties because
the composition is the same and thus must necessarily
exhibit the properties.).

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563
(CCPA 1971) (Claim 1 was directed to a parachute
canopy having concentric circumferential panels radi
ally separated from each other by radially extending
tie lines. The panels were separated "such that the
critical velocity of each successively larger panel will
be less than the critical velocity of the previous panel,
whereby said parachute will sequentially open and
thus gradually decelerate." The court found that the
claim was anticipated by Menget. Menget taught a
parachute having three circumferential panels sepa
rated by tie lines, The court upheld the rejection find
ing that applicant had failed to show that Mengel. did
not possess the functional characteristics of the
claims.); Northam Warren Corp. v.D. R Newfield Co.,
7 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A
patent to a pencil for cleaning fingernails was held
invalid because a pencil of the same structure for writ
ing was found in the prior art.).
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COMPOSITION CLAIMS - IF THE COMPOSI
TION IS PHYSICALLY THE SAME, IT MUST
HAVE THE SAME PROPERTIES

"Products of identical chemical composition can
not have mutually exclusive properties." A chemical
composition and its properties are inseparable. There
fore, if the prior art teaches the identical chemical
structure, the properties applicant discloses and/or
claims are necessarily present. In re Spada, 911 F.2d
705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990)
(Applicant argued that the claimed composition was a
pressure sensitive adhesive containing a tacky poly
mer while the product of the reference was hard and
abrasion resistant. "The Board correctly found that the
virtual identity of monomers aIld procedures sufficed
to support a prima facie case of unpatentability of
Spada's polymer latexes for lack of novelty.").

2112.02 Process Claims

PROCESS CLAIMS - PRIOR ART DEVICE AN
TICIPATES A CLAIMED PROCESS IF THE DE
VICE CAIUUES OUT THE PROCESS DURING
NORMAL OPERATION

Under the principles of inherency, if a prior art
device, in its normal and usual operation, would nec
essarily perform the method claimed, then the method
claimed will be considered to be anticipated by the
prior art device. When the prior art device is the same
asa device described in the specification for carrying
out the claimed method, it can be assumed the device
will inherently perform the claimed process. In re
King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986)
(The claims were directed to a method of enhancing
color effects produced by ambient light through a pro
cess of absorption and reflection of the light off a
coated substrate. A prior art reference to Donley dis
closed a glass substrate coated withsilver and metal
oxide 200-800 angstroms thick. While Donley dis
closed using the coated substrate to produce architec
tural colors, the absorption and reflection mechanisms
of the claimed process were not disclosed. However,
King's specificationdisclosed using a coated substrate
of Donley's structure for use in his process. The Fed
eral Circuit upheld the Board's finding that "Donley
inherently performs the function disclosed in the
method claims on appeal when that device is used in
'normal and usual operation' " and found that a prima

facie case of anticipation was made out. Id. at 138,
801 F.2d at 1326. It was up to applicant to prove that
Donley's structure would not perform the claimed
method when placed in ambient light.). See also In re
Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433
(CCPA 1977) (Applicant claimed a process for pre
paring a hydrolytically-stable zeolitic aluminosilicate
which included a step of "cooling the steam zeolite ...
at a rate. sufficiently rapid that the cooled zeolite
exhibits a X-ray diffraction pattern ...." All the pro
cess limitations were expressly disclosed by a U.S.
patent to Hansford except the cooling step. The court
stated that any sample of Hansford's zeolite would
necessarily be cooled to facilitate subsequent han
dling. Therefore, a prima facie case under 35 U.S.C.
102/103 was made. Applicant had failed to introduce
any evidence comparing X-ray diffraction patterns
showing a difference in cooling rate between the
claimed process and that of Hansford or any data
showing that the process of Hansford would result in
a product with a different X-ray diffraction. Either
type of evidence would have rebutted the prima facie
case under 35 U.S.c. 102. A further analysis would be
necessary to determine if the process was unobvious
under 35 U.S.C. 103.); Ex parte Novitski, 26 USPQ2d
1389 (Bd. Pat. App. & Inter. 1993) (The Board
rejected a claim directed to a method for protecting a
plant from plant pathogenic nematodes by inoculating
the plant with a nematode inhibiting strain of P. cepa
cia. A U.S. patent to Dart disclosed inoculation using
P. cepacia type Wisconsin 526 bacteria for protecting
the plant from fungal disease. Dart was silent as to
nematode inhibition but the Board concluded that
nematode inhibition was an inherent property of the
bacteria. The Board noted that applicant hadstated in
the specification that Wisconsin 526 possesses an
18% nematode inhibition rating.).

PROCESS OF USE CLAIMS - NEW AND UN
OBVIOUS USES OF OLD STRUCTURES AND
COMPOSITIONS MAY BE PATENTABLE

The discovery of a new use for an old structure
based on unknown properties of the structure might
be patentable to the discoverer as a process of using.
In re Hack, 245 F.2d 246, 248, 114 USPQ 161,
163 (CCPA 1957). However, when the claim recites
using an old composition or structure and the "use" is
directed to a result or property of that composition or
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structure, theu the claim is auticipated. In re May,
574 F.2d 1082, 1090, 197 USPQ 601, 607 (CCPA
1978) (Claims laud 6, directed to a method of effect
iug uouaddictive aualgesia (pain reduction) in ani
mals, were found to be anticipated by the applied
prior art which disclosed the same compounds for
effecting analgesia but which was silent as to addic
tion. The court upheld the rejection and stated that the
applicants had merely found a uew property of the
compouud and such a discovery did not constitute a
new use. The court went on to reverse the rejection of
claims 2-5 and 7-10 which recited a process of using a
new compound. The court relied on evidence showing
that the nonaddictive property of the new compound
was unexpected.). See also In re Tomlinson, 363
F.2d 928, 150 USPQ 623 (CCPA 1966) (The claim
was directed to a process of inhibiting light degrada
tion of polypropylene by mixing it with one of a
genus of compounds, including nickel dithiocarbam
ate. A reference taught mixing polypropylene with
nickel dithiocarbamate to lower heat degradation. The
court held that the claims read on the obvious process
of mixing polypropylene with the nickel dithiocar
bamate and that the preamble of the claim was merely
directed to the result of mixing the two materials.
"While the references do not show a specific recogni
tion of that result, its discovery by appellants is tanta
mount only to finding a property in the old
composition." 363 F.2d at 934, 150 USPQ at 628
(emphasis in original).).

2113 Product-by-Process Claims

PRODUCT-BY-PROCESS CLAIMS ARE NOT
LIMITED TO THE MANIPULATIONS OF THE
RECITED STEPS, ONLY THE STRUCTURE
IMPLIED BY THE STEPS

"[E]ven though product-by-process claims are lim
ited by and defined by the process, determination of
patentability is based on the product itself. The patent
ability of a product does not depend on its method of
production. If the product in the product-by-process
claim is the same as or obvious from a product of the
prior art, the claim is unpatentable even though the
prior product was made by a different process." In re
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.
Cir. 1985) (citations omitted) (Claim was directed to a
novolac color developer. The process of making the

developer was allowed. The difference between the
inventive process and the prior art was the addition of
metal oxide and carboxylic acid as separate ingredi
ents instead of adding the more expensive pre-reacted
metal carboxylate. The product-by-process claim was
rejected because the end product, in both the prior art
and the allowed process, ends up containing metal
carboxylate. The fact that the metal carboxylate is not
directly added, but is instead produced in-situ does
not change the end product.).

ONCE A PRODUCT APPEARING TO BE SUB·
STANTIALLY IDENTICAL IS FOUND AND A
35 U.S.C. 102/103 REJECTION MADE, THE
BURDEN SHIFTS TO THE APPLICANT TO
SHOW AN UNOBVIOUS DIFFERENCE

"The Patent Office bears a lesser burden of proof in
making out a case of prima facie obviousness for
product-by-process claims because of their peculiar
nature" thau when a product is claimed in the conven
tional fashion. In re Fessmann, 489 F.2d 742, 744,
180 USPQ 324, 326 (CCPA 1974). Once the examiner
provides a rationale tending to show that the claimed
product appears to be the same or similar to that of the
prior art, although produced by a differeut process, the
burden shifts to applicant to come forward with evi
dence establishing au unobvious difference between
the claimed product and the prior art product. In re
Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed.
Cir. 1983) (The claims were directed to a zeolite man
ufactured by mixing together various inorganic mate
rials in solution and heating the resultant gel to form a
crystalline metal silicate essentially free of alkali
metal. The prior art described a process of making a
zeolite which, after ion exchange to remove alkali
metal, appeared to be "essentially free of alkali
metal." The court upheld the rejection because the
applicant had not come forward with any evidence
that the prior art was not "essentially free of alkali
metal" and therefore a different and unobvious prod
uct.).

Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. &
Inter. 1989) (The prior art disclosed human nerve
growth factor (b-NGF) isolated from human placental
tissue. The claim was directed to b-NGF produced
through genetic engineeriug techniques. The factor
produced seemed to be substantially the same whether
isolated from tissue or produced through genetic engi-
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neering. While the' applicant questioned the purity of
the prior art factor, no concrete evidence of anunobvi
ons difference was presented. The Board stated that
the dispositive issue is whether the claimed factor
exhibits any unexpected properties compared with the
factor disclosed by the prior art. The Board further
stated that the applicant should have made some com
parison between the two factors to establish unex
pected properties since the materials appeared to' be
identical or only slightly different.).

THE USE OF 35 UoS.C. 102/103 REJECTIONS
FORPRODUCT·BY·PROCESS CLAIMS HAS
BEEN APPROVED BYTHE COURTS

"[Tjhe lack of physical description ina product-by
process claim makes determination of the patentabil
ity of the claim more difficult, since in spite of the fact
that the claim may recite only process limitations, it is
the patentability of the product claimed andnot of the
recited process steps which must be established. We
are therefore of the opinion that when the prior art dis
closes a product which reasonably appears to be either
identical with or only slightly different than a prodnct
claimed in a product-by-process claim, a rejection
based alternatively on either section 102 or section
103 of the statute is eminently fair and acceptable. As
a practical matter, the Patent Office is not equipped to
manufacture products by the myriad of processes put
before it and then obtain prior art products and make
physical comparisons therewith." In re Brown,
459 F.2d 531, 535, 173 USPQ 685,688 (CCPA 1972).

2114 Apparatus, arid Article Claims -
Fuuctioual Language

For a discussion of case law which provides guid
ance in interpreting thefunctional portion of means
plus-function limitations see MPEP § 2181 - § 2186.

APPARATUS CLAIMS MUST BE STRUCTUR·
ALLY DISTINGUISHABLE FROM THE PRIOR
ART

Claims directed to apparatus must be distinguished
from the prior art in terms of stmcture rather than
function. In re Danly, 263 F.2d 844, 847, 120 USPQ
528, 531 (CCPA 1959). "[A[pparatus claims cover
what a device is, not what a device does." Hewlett
Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,

1469, 15 USPQ2d 1525, 1528 (Fed. Cir. '1990).
(emphasis in original)

MANNER OF OPERATING THE DEVICE
DOES NOT DIFFERENTIATE APPARATUS
CLAIM FROM THE PRIOR ART

A claim containing a "recitation with respect to the
manner in which a claimed apparatus is intended to be
employed does not differentiate the claimed apparatus
from a priorart apparatus" if the prior art apparatus
teaches all the structural limitations of the claim. Ex
parte Masham, 2 USPQ2d 1647 (Bd, Pat. App. &
Inter. 1987) (The preamble of claim I recited that the
apparatus was "for mixing flowing developer mate
rial" and the body of the claim recited "means for
mixing ..., said mixing means being stationary and
completely submerged in the developer material".
The claim was rejected over li reference which taught
all the stmctural limitations of the claim for the
intended use oflnixing flowing developer. Howeyer,
the mixer was only partially submerged in the devel
oper material, The Board held that the amount of sub
mersion is immaterial to the stmcture of the mixer and
thus the claim was properly rejected.).

A PRIOR ART DEVICE CAN PERFORM ALL
THE FbNCTIONS OF THE APPARATUS
CLAIM AND STILL NOT ANTICIPATE THE
CLAIM

Even if the prior art device performs all the func
tions recited in the claim, the prior art cannot antici
pate the claim if there is any stmctural difference. It
should be noted, however,that means plus function
limitations are met by stmctures which are equivalent
to the corresponding stmctures recited in the specifi
cation. In re Ruskin, 347 F.2d 843, 146 USPQ 211
(CCPA 1965) as implicitly modified by In re Donald
son, 16F.3d 1189, 29 USPQ2d1845 (Fed. Cir. 1994).
See also'In re Robertson, 169 F.3d 743, 745,
49 USPQ2d 1949, 1951 (Fed. Cir. 1999) (The claims
were drawn to a disposable diaper having three fas
tening elements. The reference disclosed two fasten
ing elementsthat could perform the same function as
the three fastening elements in the claims. The
court construed the claims to require three separate
elements and held that the reference did not disclose a
separate third fastening eleinent, either expressly or
inherently.),
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2115 Material or Article Worked
Upon by Apparatus

MATERIAL OR ARTICLE WORKED UPON
DOES NOT LIMIT APPARATUS CLAIMS

"Expressions relating the apparatus to contents
thereof during an intended operation are of no signifi
cance in determining patentability of the apparatus
claim." Ex parte Thibault, 164 USPQ 666, 667 (Bd.
App. 1969). Furthermore, "[i[nclusion of material or
article worked upon by a structure being claimed does
not impart patentability to the claims." In re Young,
75 F.2d 966, 25 USPQ 69 (CCPA 1935) (as restated in
In re Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA
1963».

In In re Young, a claim to a machine for making
concrete beams included a limitation to the concrete
reinforced members made by the machine as well as
the structural elements of the machine itself. The
court held that the inclusion of the article formed
within the body of the claim did not, without more,
make the claim patentable.

In In re Casey, 370 F.2d 576, 152 USPQ 235
(CCPA 1967), an apparatus claim recited "[a] taping
machine comprising a supporting structure, a brush
attached to said supporting structure, said brush being
formed with projecting bristles which terminate in
free ends to collectively define a surface to which
adhesive tape will detachably adhere, and means for
providing relative motion between said brush and said
supporting structure while said adhesive tape is
adhered to said surface." An obviousness rejection
was made over a reference to Kienzle which taught a
machine for perforating sheets. The court upheld the
rejection stating that "the references in claim 1 to
adhesive tape handling do not expressly or impliedly
require any particular structure in addition. to that of
Kienzle." The perforating device had. the structure of
the taping device as claimed, the difference was in the
use of the device, and "the manner or method in
which such machine is to be utilized is not germane to
the issue of patentability of the machine itself."

Note that this line of cases is limited to claims
directed to machinery which works upon an article or
material in its intended use. It does not apply to prod
uct claims or kit claims (i.e., claims directed to a plu
rality of articles grouped together as a kit).

2116 MaterialManipulated in Process

The materials on which a process is carried out
must be accorded weight in determining the patent'
ability of a process. Ex parte Leonard, 187 USPQ 122
(Ed. App. 1974).

2116.01 Novel, Unobvious Starting
Material or End Product

All the limitations of a claim must be considered
when weighing the differences between the claimed
invention and the prior art in determining the obvious
ness of a process or method claim. See MPEP
§ 2143.03.

In re Ochiai, 71 F.3d 1565, 37 USPQ2d 1127 (Fed.
Cir. 1995) and In re Brouwer, 77 F.3d 422,
37 USPQ2d 1663 (Fed. Cir. 1996) addressed the issue
of whether an otherwise conventional process could
be patented if it were limited to making or using a
nonobvious product. Inboth cases, the Federal Circuit
held that the use of per se rules is improper in apply
ing the test for obviousness under 35 U.S.c. 103.
Rather, 35 U.S.c. 103 requires a highly fact-depen
dent analysis involving taking the claimed subject
matter as a whole and comparing it to the prior art. To
support a rejection under 35 U.S.C. 103, the collective
teachings of the prior art must have suggested to oue
of ordinary skill in the art that, at the time the inven
tion was made, applicant's claimed invention would
have been obvious. In applying this test to the claims
on appeal in Ochiai and Brouwer, the court held that
there simply was no suggestion or motivation in the
prior art to make or use novel, nonobvious products in
the claimed processes. Consequently, the court over
turned the rejections based upon 35 U.S.c. 103.

Interpreting the claimed invention as a whole
requires consideration of all claim limitations. Thus,
proper claim construction requires treating language
in a process claim which recites the making or using
of a nonobvious product as a material limitation.
Motivation to make or use the nonobvious product
must be present in the prior art for a 35 U.S.C.
103 rejection to be sustained. The decision in Ochiai
specifically dispelled any distinction between pro
cesses of making a product and methods of using a
product with regard to the effect of any product limi
tations in either type of claim.
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As noted in Brouwer, 77 F.3d at425, 37 USPQ2d at
1666, the inquiry as to whether a claimed invention
would have been obvious is "highly fact-specific by
design". Accordingly, obviousness must be assessed
on a case-by-case basis. The following decisions are
illustrative of the lack of per se rules in applying the
test for obviousness under 35 U.S.C. 103 and of the
fact-intensive comparison of claimed processes with
the prior art: In re Durden, 763 F.2d 1406, 226 USPQ
359 (Fed. Cir. 1985) (The examiner rejected a claim
directed to a process in which patentable starting
materials were reacted to form patentable end prod
ucts. The prior art showed the same chemical reaction
mechanism applied to other chemicals. The court held
that the process claim was obvious over the prior art.);
In re Albertson, 332 F.2d 379, 141 USPQ 730 (CCPA
1964) (Process of chemically reducing one novel,
nonobvious material to obtain another novel, nonob
vious material was claimed. The processwas held
obvious because the reduction reaction was-old.); In
re Kanter, 399 F.2d 249, 158 USPQ 331 (CCPA 1968)
(Process of silic<lnizing a patentable base material to
obtain a patentable product was claimed. Rejection
based on prior art teaching the siliconizing process as
applied to a different base material was upheld.); Cf.
In re Pleuddemann, 910 F.2d 823, 15 USPQ2d 1738
(Fed. Cir. 1990) (Methods of bonding polymer and
filler using a novel silane coupling agent held patent
able even though methods of bonding using other
silane coupling agents were well known because the
process could not be conducted without the new
agent); In re Kuehl, 475 F.2d 658, 177 USPQ 250
(CCPA 1973) (Process of cracking hydrocarbons
using novel zeolite catalyst found to be patentable
even though catalytic cracking process was old. "The
test under 103 is whether in view of the prior art the
invention as a whole would have been obvious at the
time it was made, and the prior art here does not
include the zeolite, ZK-22. The obviousness of the
process of cracking hydrocarbons with ZK,22 as a
catalyst must be determined without reference to
knowledge of ZK-22 and its properties." 475 F.2d at
664-665, 177 USPQ at 255.); and In re Maney, 499
F.2d 1289, 182 USPQ 303 (CCPA1974) (Claim to a
process for the production of a known antibiotic by
cultivating a novel, unobvious microorganism was
found to be patentable.).

2121 Prior Art; General Level of
Operability Required to Make
a Prima Facie Case

PRIOR ART IS PRESUMED TO BE OPERA
BLE/ ENABLING

When the reference relied on expressly anticipates
or makes obvious all of the elements of the claimed
invention, the reference is presumed to be operable.
Once such a reference is found, the burden is on appli
cant to provide facts rebutting the presumption of
operability. In re Sasse, 629 F.2d 675, 207 USPQ 107
(CCPA 1980). See also MPEP § 716.07.

WHAT CONSTITUTES AN "ENABLING DIS
CLOSURE" DOES NOT DEPEND ON THE
TYPE OF PRIOR ART THE DISCLOSURE IS
CONTAINEDIN

The level of disclosure required within a reference
to make it an "enabling disclosure" is the same no
matter what type of prior art is at issue. It does not
matter whether the prior art reference is a U.S. patent,
foreign patent, a printed publication or other. There is
no basis in the statute (35 U.S.C. 102 or 103) for dis
criminating either in favor of or against prior art refer
ences on the basis of nationality. In re Moreton,
288F.2d 708,129 USPQ 227 (CCPA 1961).

2121.01 Use of Prior Art in Rejections
Where Operability Is in
Question

"In determining that quantum of prior art disclosure
which is necessary to declare an applicant's invention
'not novel' or 'anticipated' within section 102, the
stated test is whether a reference contains an
'enabling disclosure' ...." In re Hoeksema, 399 F.2d
269, 158 USPQ 596 (CCPA 1968). A reference con
tains an "enabling disclosure" if the public was in
possession of the claimed invention before the date of
invention. "Such possession is effected if one of ordi
nary skill in the art could have combined the publica
tion's description of the invention with his [or her]
own knowledge to make the claimed invention." In re
Donohue, 766 F.2d 531, 226 USPQ 619 (Fed. Cir.
1985).
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I. 35 U.S.C. 102 REJECTIONS AND ADDI
TION OF EVIDENCE SHOWING REFER
ENCE IS OPERABLE

It is possible to make a 35 U.S.C. 102 rejection
even if the reference does not itself teach one of ordi
nary skill how to practice the invention, i.e., how to
make or use the article disclosed. If the reference
teaches every claimed element of the article, second
ary evidence, such as other patents or publications,
can be cited to show public possession of the method
of making and/or using. In re Donohue, 766 F.2d at
533,226 USPQ at 621. See MPEP § 2131.01 for more
information on 35 U.S.C. 102 rejections using sec
ondary references to show that the primary reference
contains an "enabling disclosure."

II. 35 U.S.C. 103 REJECTIONS AND USE OF
INOPERATIVE PRIOR ART

"Even if a reference discloses an inoperative
device, it is prior art for all that it teaches." Beckman
Instruments v. LKB Produkter AB, 892 F.2d 1547,
1551, 13 USPQ2d 1301, 1304 (Fed. Cir. 1989).
Therefore, "a non-enabling reference may qualify-as
prior art for the purpose of determining obviousness
under 35 U.S.C. 103." Symbol Technologies Inc. v.
Opticon Inc., 935 F.2d 1569, 1578, 19 USPQ2d 1241,
1247 (Fed. Cir. 1991).

2121.02 Compounds and Compositions 
What Constitutes Enabling Prior
Art

ONE OF ORDINARY SKILL IN THE ART
MUST BE ABLE TO MAKE OR SYNTHESIZE

Where a process for making the compound is not
developed until after the date of invention, the mere
naming of a compound in a reference, without more,
cannot constitute a description of the compound. In re
Hoeksema, 399 F.2d 269, 158 USPQ 596 (CCPA
1968). Note, however, that a reference is presumed
operable until applicaut provides facts rebutting the
presumption of operatibility. In re Sasse, 629 F.2d
675, 207 USPQ 107 (CCPA 1980). Therefore, appli
cant must provide evidence showing that a process for
making was not known at the time of the invention.
See the following paragraph for the evidentiary stan
dard to be applied.

A REFERENCE DOES NOT CONTAIN AN "EN
ABLING DISCLOSURE" IF ATTEMPTS AT
MAKING THE COMPOUND OR COMPOSI
TION WERE UNSUCCESSFUL BEFORE THE
DATE OF INVENTION

When a prior art reference merely discloses the
structure of the claimed compound, evidence showing
that attempts to prepare that compound were unsuc
cessful before the date of invention will be adequate
to show inoperability. In re Wiggins, 488 F.2d 538,
179 USPQ 421 (CCPA 1971). However, the fact that
an author of a publication did not attempt to make the
compound disclosed, without more, will not over
come a rejection based on that publication. In re
Donohue, 766 F.2d 531, 226 USPQ 619 (Fed. Cir.
1985) (In this case, the examiner had made a rejection
under 35 U.S.C. 102(b) over a publication, which dis
closed the claimed compound, in combination with
two patents teaching a general process of making the
particular class of compounds. The applicant submit
ted an affidavit stating that the authors of the publica
tion had not actually synthesized the compound. The
court held that the fact that the publication's author
did not synthesize the disclosed compound was
immaterial to the question of reference operability.
The patents were evidence that synthesis methods
were wellknown. The court distinguished Wiggins, iu
which a very similar rejection was reversed. II1 Wig
gins, attempts to make the compounds using the prior
art methods were all unsuccessful.). Compare In re
Hoeksema, 399 F.2d 269, 158 USPQ 596 (CCPA
1968) (A claim to a compound was rejected over a
patent to De Boer which disclosed compounds similar
iu sttucture to those claimed (obvious homologs) and
a process of making these compounds. Applicant
responded with an affidavit by an expert named Wiley
which stated that there was uo indication in the De
Boer patent that the process disclosed in De Boer
could be used to produce the claimed compound and
that he did not believe that the process disclosed in De
Boer could be adapted to the production of the
claimed compound. The court held that the facts
stated in this affidavit were legally sufficient to over
come the rejection and that applicant need not show
that all known processes are incapable of producing
the claimed compound for this showing would be
practically impossible.),
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2121.03 Plant Genetics - What
Constitutes'Enabling Prior Art

THOSE OF ORDINARY SKILL MUST BE
ABLE TO GROW AND CULTIVATE THE
PLANT

When the claims are drawn to plants, the reference,
combined with knowledge in the prior art.i.must
enable one of ordinary skill in the art to reproduce the
plant. In reLeGrice, 301 F.2d 929, 133 USPQ 365
(CCPA 1962) (National Rose Society Annual of
England and varions other catalogues showed color
pictures of the claimed roses and disclosed that appli
cant had raised the roses. The publications were pub
lished more than I year before applicant's filing date.
The court held that the publications did not place the
rose in the public domain. Information on the grafting
process reqnired to reproduce the rose was not
included in the publications and such .information was
necessary for those of ordinary skill in the art (plant
breeders) to reproduce the rose.), Compare Ex parte
Thomson, 24 USPQ2d 1618 (Bd. Pat. App. & Inter.
1992) (Seeds were commercially available more than
1 year prior to applicant's filing date.One of ordinary
skill in the art could grow the claimed cotton cultivar
from the commercially available seeds. Thus, the pub
lications describing the cotton cultivar had "enabled
disclosures." The Board distinguished In re LeGrice
by finding that the catalogue picture of the rose of In
re LeGrice was the only evidence in that base. There
was no evidence of commercial availability in
enabling form since the asexually reproduced rose
could not be reproduced from seed. Therefore, the
public would not have possession of the rose by its
picture alone, but the public would have possession of
the cotton cultivar based on the publications and the
availability of the seeds.).

2121.04 Apparatus and Articles - What
Constitutes Enabling Prior Art

PICTURES MAY CONSTITUTE AN "ENA
BLING DISCLOSURE"

Pictures and drawings may be sufficiently enabling
to put the public in the possession of the article pic
tured. Therefore, such an enabling picture may be
used to reject claims to the article. However, the pic-

ture must show all the claimed structural features and
how they are put together. Jockmus v. Leviton, 28 F.2d
812 (2d Cir. 1928). See also M!'EP § 2125 for a dis
cussion of drawings as prior art.

2122 Discussion of Utility in.the
Prior Art

UTILITY NEED NOT BE DISCLOSED IN REF
ERENCE

In order to constitute anticipatory prior art, a refer
ence must identically disclose the claimed compound,
but no utility need be disclosed by the reference. In re
Schoenwald, 964 F.2d 1122, 22 USPQ2d 1671 (Fed.
Cir. 1992) (The application claimed compounds used
in ophthalmic compositions to treat dry eye syn
drome. The examiner found a printed publication
which disclosed the claimed compound but did not
disclose a use for the compound. The court found that
the claim was anticipated since the compound and a
process of making it was taught by the reference; The
court explained that "no utility need be disclosed for a
reference to be anticipatory of a claim to an old com
pound." 964 F.2d at 1124, 22USPQ2d at 1673. It is
enough that the claimed compound is taught by the
reference.).

2123 Rejection Over Prior Art's Broad
Disclosure Instead of Preferred
Embodiments

PATENTS ARE RELEVANT AS PRIOR ART
FOR ALL THEY CONTAIN

"The use of patents as references is not limited to
what the patentees describe as their own inventions or
to the problems with which they are concerned. They
are part of the literature of the art.relevant for all they
contain." In re Heck, 699 F.2d 1331, 1332-33,
216 USPQ 1038,1039 (Fed. Cir. 1983) (quoting In
re Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275,
777 (CCPA 1968».

A reference may be.relied upon for all that it would
have reasonably suggested to one having ordinary
skill the art, including nonpreferred embodiments.
Merck & Co. v. Biocraft Laboratories, 874 F.2d 804,
10 USPQ2d 1843 (Fed. Cir.), cert.denied, 493 U.S,
975 (1989). See also Celeritas Technologies Ltd. v.
Rockwell International Corp., 150 F.3d 1354, 1361,
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47 USPQ2d 1516, 1522-23 (Fed. Cir, 1998) (The
court held that the prior art anticipated the claims
even though it taught away from the claimed inven
tion. ''The fact that a modem with a single carrier data
signal is shown to be less than optimal does not vitiate
the fact that it is disclosed.").

NONPREFElUffiD EMBODIMENTS CONSTI
TUTE PRIOR ART

Disclosed examples and preferred embodiments do
not constitute a teaching away from a broaderdisclo
sure or nonpreferred embodiments. In re Susi, 440
F.2d 442, 169 USPQ 423 (CCPA 1971). "A known or
obvious composition does not become patentable sim
ply because it has been described as somewhat infe
rior to some other product for the same use." In re
Gurley, 27 F.3d 551, 554, 31 USPQ2d 1130, 1132
(Fed. Cir. 1994) (The invention was directed to an
epoxy impregnated fiber-reinforced printed circuit
material. The applied, prior art reference taught a
printed circuit material similar to that of the claims
but impregnated with polyester-imide resin instead of
epoxy. The reference, however, disclosed that epoxy
was known for this use, but that epoxy impregnated
circuit boards have "relatively acceptable dimensional
stability" and "some degree of flexibility," but are
inferior to circuit boards impregnated with polyester
imide resins. The court upheld the rejection conclud
ing that applicant's argument that the reference
teaches away from using epoxy was insufficient to
overcome the rejection since "Gurley asserted no dis
covery beyond what was known in the art." 27 F.3d at
554, 31 USPQ2d at 1132.).

2124 Exception to the Rule Thatthe
Critical Reference Date Must
Precedethe Filing Date

IN SOME CmCUMSTANCES A FACTUAL
REFERENCE NEED NOT ANTEDATE THE
FILING DATE

In certain circumstances, references cited to show a
universal fact need not be available as prior art before
applicant's filing date. In re Wilson, 311 F.2d 266,
135 USPQ 442 (CCPA 1962). Such facts include the
characteristics and properties of a material or a scien
tific truism. Some specific examples in which later
publications showing factual evidence can be cited

include situations where the facts shown in the refer
ence are evidence "that,as of an application's filing
date, undue experimentation would have been
required, In re Corneil, 347 F.2d 563, 568,145 USPQ
702, 705 (CCPA 1965), or that a parameterabsent
from the, claims was or was not critical, In re.Rainer,
305 F.2d 505, 507 n.3, 134 USPQ, 343, 345 n.3
(CCPA 1962), or that a statement in the specification
was inaccurate, In re Marzocchi, 439 F.2d 220, 223
n.4, 169 USPQ367, 370nA (CCPA1971), or that the
invention, was inoperative or lacked utility" In re
Langer, 503F.2d 1380, 1391, 183 USPQ 288,
297 (CePA 1974), or that a claim was indefinite, In re
Glass, 492 F.2d 1228,1232 n.6, 181 USPQ 31, 34 n.6
(CCPA 1974), or thatcharacteristics of prior art prod
ucts were known, In re Wilson,311 F.2d 266, 135
USPQ 442 (CCPA 1962)." In re Koller, 613 F.2d 819?
823 n.5, 204 USPQ 702, 706 n.5 (CCPA 1980) (quot
inglnreHogan, 559 F.2d 595, 605 n.17, 194 USPQ
527, 537 n.17 (CCPA 1977) (emphasis in original».
However, it is impermissible to use a later factual ref
erence to determine whether the application is enabled
or described as required under 35 ueS.c. 112, first
paragraph. In re Koller, 613 F.2d 819, 823 n. 5,
204 USPQ 702, 706 n.5 (CCPA 1980). References
which do not qualify as prior art because they post
date'the claimed invention may be relied upon to
show the level of ordinary skill in the art at or around
the tirne the invention was made. Ex parte Erlich,
22 USPQ 1463 (Bd, Pat. App. & Inter. 1992).

2125 Drawings as Prior Art

DRAWINGS CAN BE USED AS PRIOR ART

Drawings and pictures can anticipate claims if they
clearly show the structure which is claimed. In' re
Mraz, 455 F.2d 1069, 173 USPQ 25 (CCPA 1972).
However, the picture must show all the claimed struc
tural features and how they are put together. Jockmus
v. Leviton, 28 F.2d 812 (2d Cir. 1928). The origin of
the drawing-is immaterial. For.instance, drawings in a
design patent can anticipate or make obvious the
claimed invention as can drawings in utility patents.
When the reference is a utility patent, it does not mat
ter that the feature shown is unintended or unex
plained in the specificatiou. The drawings must be
evaluated for what they reasonably disclose and sug
gest to one of ordinary skill in the art. In re Aslanian,
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590 F.2d 911, 200 USPQ 500 (CCPA 1979). See
MPEP § 2121.04 for more information on prior art
drawings as "enabled disclosures."

PROPORTIONS OF FEATURES IN A DRAW
ING ARE NOT EVIDENCE OF ACTUAL PRO
PORTIONS WHEN DRAWINGS ARE NOT TO
SCALE

When the reference does not disclose that the draw
ings are to scale and is silent as to dimensions, argu
ments based on measurement of the drawing features
are of little value. See Hockerson-Halberstadt, Inc. v.
Avia Group Int'l, 222F.3d 951, 956, 55USPQ2d
1487, 1491 (Fed. Cir. 2000) (The disclosure gave no
indication that the drawings were drawn to scale. "[I]t
is well established that patent drawings do not define
the precise proportions of the elements and may not
be relied on to show particnlar sizes if the specifica
tion is completely silent on the issue."). However, the
description of the article pictured can be relied on, in
combination with the drawings, for what they would
reasonably teach one of ordinary skill in the art. In re
Wright, 569 F.2d 1124, 193 USPQ 332 (CCPA 1977)
("We disagree with the Solicitor's conclusion, reached
by a comparison of the relative dimensions of appel
lant's and Bauer's drawing figures, that Bauer 'clearly
points to the nse of a chime length of roughly 1/2 to 1
inch for a whiskey barrel.' This ignores the fact that
Bauer does not disclose that his drawings are to scale.
... However, we agree with the Solicitor that Bauer's
teaching that whiskey losses are influenced by the dis
tance the liquor needs to. 'traverse the pores of the
wood' (albeit in reference to the thickness of the bar
relhead)" would have suggested the desirability of an
increased chime length to one of ordinary skill in the
art bent on further reducing whiskey losses." 569 F.2d
at 1127, 193 USPQ at 335-36.)

2126 Availability of a Document as a
"Patent" for Purposes of Rejection
Under 35 U.S.C.I02(a), (b), and (d)

THE NAME ''PATENT'' ALONE DOES NOT
MAKE A DOCUMENT AVAILABLE AS A
PRIOR ART PATENT UNDER 35 U.S.C. 102(a)
or (b)

What a foreign country designates to be a patent
may not be a patent for pnrposes of rejection under
35 U.S.C. 102(a).and (b); it is the substance of the
rights conferred and the way information within the
"patent" is controlled that is determinative. In re
Ekenstam, 256 F.2d 321, 118 USPQ 349 (CCPA
1958). See the next paragraph for further explanation
with respect to when a document can be applied in a
rejection as a "patent." See MPEP § 2135.01 for a
further discussion of the use of "patents" in 35 U.S.C.
102(d) rejections.

A SECRET PATENT IS NOT AVAILABLE AS A
REFERENCE UNDER 35 U.S.C. 102(a) or (b)
UNTIL IT IS AVAILABLE TO THE PUBLIC
BUT IT MAY BE AVAILABLE UNDER 35 U.S.C.
102(d) AS OF GRANT DATE

Secret patents are defined as patents which are
insufficiently accessible to the public to constitute
"printed publications." Decisions on the issue of what
is sufficiently accessible to be a "printed publication"
are located in MPEP § 2128 - § 2128.01.

Even if a patent grants an exclusionary right (is
enforceable), it is not available as prior art under
35 U.S.C. 102(a) or (b) if it is secret or private. In re
Carlson, 983 F.2d 1032, 1037, 25 USPQ2d 1207,
1211 (Fed. Cir. 1992). The document must be at least
minimally available to the public to constitute prior
art. The patent is sufficiently available to the public
for the purposes of 35 U.S.c. 102(a) or (b) if it is laid
open for public inspection or disseminated in printed
form. See, e.g., In re Carlson, 938 F.2d at 1037,
25 USPQ2d at 1211 ("We recognize that
Geschmacksmuster on display for public view in
remote cities in a far-away land may create a burden
of discovery for one without the time, desire, or
resources to journey there in person or by agent to
observe that which was registered under German law.
Such a burden, however, is by law imposed upon the
hypothetical person of ordinary skill in theart who is
charged with knowledge of all contents of the relevant
prior art."). The date that the patent is made available
to the pnblic is the date it is available as a 35 U.S.C.
102(a) or (b) reference. In re Ekenstam, 256 F.2d 321,
118 USPQ 349 (CCPA 1958). But a period of secrecy
after granting the patent has been held to have no
effect in connection with 35 U.S.c. 102(d). These pat
ents are usable in rejections under 35 U.S.C. 102(d)
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as of the date patent rights are granted. In re Katha
wala, 9 F.3d 942, 28 USPQ2d 1789 (Fed.Cir.1993).
See MPEP § 2135 - § 2135.01 for more information
on 35 U.S.c. 102(d).

2126.01 Date of Availability of a Patent
as a Reference

PATE FOREIGN PATENT IS EFFECTivE AS'\'
REFERENCE, IS" USUALLY .THE , pATE
PATENT RIGHTS ARE FORMALLY AWARDED
TO ITS APPLICANT

The date the patent is available as a reference is
generally the date that the patent becomes enforce
able. This date is the date the sovereign formally
bestows patents rights to the applicant. In' re Monks,
588 F.2d 308, 200 USPQ 129 (CCPA 1978),There is
an exception to this rule when the patent is secret as of
the date the rights are awarded. In re Ekenstam,
256 F.2d 321, 118 USPQ 349 (CCPA 1958).

Note that MPEP §901.05summarizes in tabular
form dates of patenting for many foreign patents:
Chisum, Patents § 3.06[4] n.2 gives a good summary
of decisions which specify reference availability dates
for specific classes of foreign patents;' A copy of
Chisum is kept in the law library of the Solicitor's
Office and in the Lutrelle F. Parker, Sr.,· Memorial
Law Library located in CPKI-520:

2126.02 Scope of Reference's Disclosure
Which Can Be Used to Reject
Claims Wbenthe Reference Is a
"Patent" but Not a "Publication"

OFTEN UNCLAIMED DETAILS FOUND IN
THE PATENT SPECIFICATION CAN BE RE
LIED ON EVEN IF PATENT IS SECRET

When the patented document is used as a patent and
not as a publication, the examiner is not restticted to
the information conveyed by the patent claims but
may use any information provided in the specification
which relates to the subject matter of the patented
claims when making a rejection under 35 U.S.c.
102(a), (b) or (d). Ex parte Ovist, 152 USPQ 709, 710
(Bd. App. 1963) (The claim of an Italian patent was
generic and thus embraced the species disclosed in the
examples, the Board added that the entire specifica,

tion was germane to the claimed invention and upheld
the examiner's 35 U.S.C. 102(b) rejection.); In re
Kathawala.B F.3d942, 28 USPQ2d.1785 (Fed. Cir.
1993) (The chums at issue where rejected under
35 U.S.C.I02(d) by applicant's own parent afplica,
tions in Greece and Spain. The applicant argued that
the "invention ... patented in Spain was not the same
'invention' claimed in the U.S. application because
the Spanish patent claimed processes for making
[compounds for itlhibition ofcholesterol biosynthesis]
and claimsI and 2 were directed to the compounds
themselv,es."9 F.3d at 944, 28 USPQ2d at 1786. The
Federal Circuit held that "when an applisant files a
foreign application fully disclosing his inventionand
having the potential to claim his invention ill a Hum- '
berof ways, the reference in section 102(d) to 'inven
tion '" patented' necessarily includes all 'disclosed
aspects of the invention." 9F.3d at 945-46,
28 USPQ2d at 1789:)

In re Fuge, 272 F.2d 954,957, 124 USPQ 105, 107
(CCPA 1959)"doeS not conflict with the abovedeci
sions. This decisionsimplystatest'that, at the least,
the scope of the patentembraces everything included
in the [claim]." (emphasis added),

Note that the, courts have interpreted the phrase
"invention .... pate!1\ed" in 102(a), (b), and (d) the,
same way and have cited decisions without regard to
which of these subsections of 35 U.S.C. 102 was at
issue in the particular case at hand. Therefore, it does
not seem to matter to which subsection of 102 the
cases are directed; the court decisions are interchange
able as to this issue.

2127 Domestic and Foreign Patent
Applicatipnsas Priol' Art

I. AMNDONEDAPPLICATIONS,I1'ICLUD.
ING PROVISIONAL APPLICATIONS

AbaniimedApplicatlons Disclosed to the Public
Can Be Used as Prior Art '

"An abandoned patent application may become evi
dence of prior art only when it has been appropriately
disclosed, as, for example, when the abandoned patent
[application] is reference[d]in the disclosure of
another patent, in a publication, or by voluntary dis
closure under [fomer Defensive Publication rule]
37 CFR 1.139." Lee Pharmaceutical v. Kreps,
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577 F.2d 610, 613, 198 USPQ 601, 605 (9th Cir.
1978). An abandoned patent application becomes
available as prior art only as of the date the public

gains access to it. See 37 CPR 1.14(e) (2). However,
the subject matter of an abandoned application,
including both provisional and nonprovisional appli
cations, referred to in a prior art U.S. patent may be
relied on in a 35 U.S.c. 102(e) rejection based on that
patent if the disclosure of the abandoned application
is actually included or incorporated by reference in
the patent. Compare In re Lund, 376 F.2d 982, 991,
153 USPQ 625, 633 (CCPA 1967) (The court reversed
a rejection over a patentwhich was a continuation-in
part of an abandoned application. Applicant's filing
date preceded the issue date of the patent reference.
The abandoned application contained subject matter
which was essential to the rejection but which was not
carried over into the continuation-in-part. The court
held that the subject matter of the abandoned applica
tion was not available to the public as of either the
parent's or the child's filing dates and thus could not
be relied on in the 102(e) rejection.). See also MPEP
§ 901.02. See MPEP § 2136.02 and § 2136.03 for the
35 U.S.C. 102(e) date of a U.S. patent claiming prior
ity under 35 U.S.C. 119?r 120.

II. APPLICATIONS WHICH HAVE ISSUED
INTO U.S. PATENTS

A 35 U.S.C. I02(e) Rejection Cannot Rely on Matter
Which Was Canceled/rom the Application and Thus
Did Not Get Published in the Issued Patent

Canceled matter in the application file of a U.S.
patent cannot be relied upon in a rejection under
35 U.S.C.l02(e). Ex Parte Stalego, 154 USPQ 52,
53 (Bd. App. 1966). The canceled matter only
becomes available as prior art as of the date the appli
cation issues into a patent since this is the date the
application file wrapper becomes available to the pub
lic. In re Lund, 376 F.2d 982, 153 USPQ625 (tCPA
1967). For more information on available prior art for
use in 35 U.S.C. 102(e) rejections see MPEP

§ 2136.02.

III. FOREIGN APPLICATIONS OPEN FOR
PUBLIC INSPECTION (LAID OPEN AP·
PLICATIONS)

Laid Open Applications May Constitute "Published"
Documents

When the specification is not issued in printed form
but is announced in an official journal and anyone can
inspect or obtain copies, it is sufficiently accessible to
the public to constitute a "publication" within the
meaning of 35 U.S.C. 102(a) and (b). See In re )1yer,
655 F.2d 221,210 USPQ 790 (CCPA 1981).

Older cases have held that laid open patent applica
tions are not "published" and cannot constitute prior
art. Ex parte Haller, 103 USPQ 332 (Bd. App. 1953).
However, whether or not a document is "published"
for the purposes of 35 U.S.C. 102 and 103 depends
on how accessible the document.is to the public. As
technology has made reproduction of documents eas
ier, the accessibility of the laid open applications has
increased. Items provided in .easily reproducible form
have thus become "printed publications" as the phrase
is used in 35 U.S.C. 102. In re )1yer, 655 F.2d 221,
226, 210 USPQ 790, 794 (CCPA 1981) (Laid open
Australian patent application held to be a "printed
publication" even though only the abstract was pub
lished because it was laid open for public inspection,
microfilmed, "diazo copies" were distributed to five
suboffices having suitable reproduction equipment
and the diazo copies were available for sale.). The
contents of a foreign patent application should not be
relied upon as prior art until the date of publication
(i.e., the insertion into the laid open application) can
be confirmed by an examiner's review of a copy of
the document. See MPEP § 901.05.

IV. PENDING U.S. APPLICATIONS

As specified in 37 CFR 1.14(a), all pending U.S.
applications are preserved in confidence except for
published applications, reissue applications, and
applications in which a request to open the complete
application to inspection by the public has been
granted by the Office (37 CFR Lllfbj), However, if
an application that has not been published has an
assignee or inventor in common with the application
being examined, a rejection will be proper in some
circumstances.Forinstance, when the claims between
the two applications are not independent or distinct, a
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provisional double .patenting rejection is made. See
MPEP § 804. If the copending applications differ by
at least one inventor and at least one of the applica
tions would have been obvious in view of the other, a
provisional rejection oyer 35 USeC. 102(e) or 103 is
made when appropriate. See MPEP§ 706.02(0,
§ 706.02(k), § 706.02(1)(1), and § 706.02(1)(3).

See MPEP § 706.02(a), § 804!ll1d § 2136 et seq. for
information pertaining to rejections relying on U.S.
application publications.

2128 "Printed Publications" as Prior Art

A REFERENCE IS A "PRINTED PUBLICA·
TION" IF IT ISACCESSIBLE TO THE PUBLIC

A reference is proven to be a "printed publication"
"upon a satisfactory showing that such document has
been disseminated or otherwise made available to the
extent that personsinterested and ordinarily skiIled in
the subject matter or. art, exercising reasonable dili
gence, can locate it" In re WJ!et, 655 F.2d 221;
210 USPQ 790 (CCPAI981) (quoting I.CE. Corp. v,
Armco Steel Corp., 250 F. Supp.738,743, 148 USPQ
537,540 (SONY 1966» ("We agree that 'printed pub
lication' should be approached as a unitary concept.
The traditional dichotomy between, 'printed' and
'publication' is no longer valid. Given the state of
technology in document duplication, data storage, and
data retrieval systems, the 'probability of dissemina,
tion' of an item very often has little to do with
whether or not it is 'printed' .in the sense of that word
when it was, introduced into the patent statutes in
1836. In any event, interpretation of, the words
'printed' and 'publication' to mean 'probability of
dissemination' and 'public accessibility' respectively,
now seems to render their use in the phrase 'printed
publication' somewhat redundant.") In re WJ!er,
655 F.2d at 226, 210 USPQat 794.

See also Carella V. Starlight Archery, 804 F.2d 135,
231 USPQ 644 (Fed. Cit. 1986) (Starlight Archery
argued that CareIla's patent claims to an archery sight
were anticipated under 35 U.s.C. 102(a) by an adver
tisement in a Wisconsin Bow Hunter Association:
(WBHA) magazine and a WBHA mailer prepared
prior to Carella'sfiling date. However, there was no
evidence as to when the mailer was received by any of
the addressees. Plus, the magazine had not been
mailed until 10 days after Carella's filing date. The

court held that since there was no proof that either the
advertisement or mailer was accessible to any mem
ber of the public before the filing date there could be
no rejection under 35 U.S.c. 102(a).).

ELECTRONIC PUBLICATIONS AS PRIOR
ART

Status as a "Printed Publication"

An electronic publication, including an on-line
database or Internet publication, is considered to be a
"printed publication" within: the meaningof 35 U.S,C.
102(a) and (b) provided the publication was accessi
ble to persons concerned with the art to which the
document relates. See In re WJ!er, 655 F.2d 221, 227,
210 USPQ. 790, 795 (CCPA1981) ("Accordingly,
whether Information is printed,handwritten, or, on
microfilm oramagnetic disc or tape, etc., the one who
wishesto characterize the information, in whatever
form it Illay be, as ~. 'printed publication' ,* * * should
produce sufficient proof of itsdisseminati011 or that it
has otherwis~ bee? available and accessible to persons
concerned with the art to which the document relates
and thus most Iikely to avail themselves of ilscon
tents.' "(citations omitted).). See also Amazon. com v.
Bamesandnoble.com, 73 F. Supp. 2d 1228,
53 USPQ2d 1115, 1119 (W.O. Wash. 1999) (pages
from a website were relied on by defendants as an
anticipatory reference (to no avail), however status of
the reference as prior art was not challenged.); In re
Epstein, 32 F.3d 1559, 31 USPQ2d 1817 (Fed. Cir.
1994) (Database printouts of abstracts.whichwerenot
themselves prior art publications were properly relied
as.providing evidence that the software products ref
erenced therein ",ere "first installed" or "released"
more than one year prior to applicant's filing date.).

The Officepolicyrequiring recordationof the field
of search and search results (see MPEP§ 719.05)
weighs .in.favor Sf finding that Internet and on-line
database references cited by the examiner are t'acces
sible to persons concerned with the art to which the
document relates and thus most likely to avail them
selves ofits contents."WJ!er:655 F.2d at221 ,
210 USPQ at 790. Office copies of an electronic doc
ument must be retained if thes~e document may
notbe available for retrieval in the future. This is
especially important for sources such as the Internet
and online databases.
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Date ofAvailability

Prior art disclosures ou the Internet or ou an ou
line database are considered to be publicly available
as of the date the item was publicly posted. If the pub
lication does not include a publication date (or
retrieval date), it cannot be relied upon as prior art
under 35 U.S.C. 102(a) or (b), although it may be
relied upon to provide evidence regarding the state of
the art. Examiners may ask the Scientific andTechni
cal Information Center to find the earliest date of pub
lication.See MPEP §901.06(a), paragraphIV. G.

Extent ofTeachings Relied Upon

An electronic publication, like any publication,
may be relied upon for all that it would have reason
ably suggested to one having ordinary skill in the art.
See MPEP § 2121.01 and § 2123. Note, however/that
if an electronic document which isihe abstract of a
patent or printed publication is reliedupon in a rejec
tiou under 35U.S.C. 102 or 103, ouly the text of the
abstract (and uot the underlyingdocument) may be
relied upon to support the rejectiou. Iu situatious
where the electronic version and the published paper
versiou of the same or a corresponding patent or
priuted publicatiou differ appreciably, each may need
to be cited and relied upou as iudependentrefereuces
based on what they disclose.

Internet Usage Policy

See MPEP § 904.02(c) for the portions of the Inter
net Usage Policy pertaining to Internet searchiug and
documenting search strategies. See MPEP § 707.05
for the proper citation of electronic documents.

EXAMlNERNEED NOTJ.>R.OvE ANYONEAC
TUALLY LOOKED AT THE DOCUMENT

One ueed not prove someone actually looked ata
publicatiou when that publication is accessible to the
public through a library or patent office. See In re
].Iyer, 655 F.2d 221,210 USPQ 790 (GCPA 1981);ln
re Hall, 781 F.2d 897, 228 USPQ 453 (Fed. Cir.
1986).

2128.01 Level ofPublic Accessibility
Required

A THESIS J.>LACED IN A UNIVERSITY LI
BR.ARY MAY BE J.>RIOR ART IF SUFFI
CIENTLY ACCESSmLE TO THEJ.>UBLIC

A doctoral thesis indexed and shelved in a library is
sufficiently accessible to the public to constitute prior
art as a "printed publication." In re Hall, 781 F.2d
897, 228 USPQ 453 (Fed. Cir. 1986). Even if access
to the library isrestricted, a reference will constitute a
"printed publication" as long as a presumption is
raised that the portion of the public concerned with
the art would know of the. invention. In re Bayer,
568 F.2d 1357, 196 USPQ 670 (CCPA 1978).

In InreHall, general library catalogiug and shelv
ingpractices showed that a doctoral thesis deposited
in university library wouldhave been indexed, cata
loged and shelved and thus available to the public
before the critical date. Compare In re Cronyn,
890 F.2d 1158, 13 USPQ2d 1070 (Fed. Cir. 1989)
wherein doctoral theses were shelved and indexed by
index cards filed alphabetically by student name aud
kept in a shoe box iu the chemistry library. The index
cards only listed the student name and title of the the
sis. Two of three jndges held that the students' theses
were not accessible to the public. The court reasoned
that the theses had not been either cataloged or
iudexed in a meaningful way since thesis could only
be fouud if the researcher's name was kuowu, but the
uame bears no relatiouship to the subject of the thesis.
One judge, however, held that the fact that the theses
were shelved iu the library was euough to make them
sufficiently accessible to the public. The nature of the
index was not determinative. This judge relied on
prior Board decisions (Gulliksen v. Halberg, 75 USPQ
252,257 (Bd: App. 1937) and Ex parte Hershberger,
96 USPQ 54, 56 (Bd. App, 1952), which held that
shelving a single copy in a public library makes the
work a "printed publication." It should be noted that
these Board decisions have not been expressly over
ruled but have been criticized in other decisions. See
In re Tenney, 254 F.2d 619, 117 USPQ 348 (CCPA
1958) (concurring opinion by J.Rich) (A document,
of which there is but one copy, whether it be hand
written, typewritten or on microfilm, may be techni
cally accessible to anyone who can find it. Such a
document is not "printed" in the sense that a printing
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