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Foreword

This Manual is published to provide U.S. Patent and Trademark Office patent examiners, applicants, attorneys, agents,
and representatives of applicants with a reference work on the practices and procedures relative to the prosecution of patent
applications before the U.S. Patent and Trademark Office. It contains instructions to examiners, as well as other material in
the nature of information and interpretation, and outlines the current procedures which the examiners are required or autho-
rized to follow in appropriate cases in the normal examination of a patent application. The Manual does not have the force of
law or the force of the rules in Titie 37 of the Code of Federal Regulations.

A separate manual entitled “Trademark Manual of Examining Procedure” is published by the U.S. Patent and Trademark
Office as a reference work for trademark cases. ‘

Examiners will be governed by the applicable statutes, rules, decisions, and orders and instructions issued by the Com-
missioner and the Assistant Commissioners. Orders and Notices still in force which relate to the subject matter included in
this Manual are incorporated in the text. Orders and Notices, or portions thereof, relating to the examiners’ duties and func-
tions which have been omitted or not incorperated in the text may be considered obsolete. Interference procedure not
directly involving the Primary Examiner are not included in this Manual and, therefore, Orders and Notices relating thereto
remain in force.

Subsequent changes in practice and other revisions will be incorporaied in the form of substitute or additional pages for
the Manual. :

Suggestions for improving the form and content of the Manual are always welcome. They should be addressed to:

Box MPEP
Assistant Commissioner for Patents
Washington, DC 20231

For sale by the Superintendent of Documents, U.S. Government Printing Office, Washington, DC 20402
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Introduction

0

Constitutional Basis
The Constitution of the United States provides:
“Art. 1, Sec. 8. The Congress shall-have power . . .
To promote the progress of science and useful arts, by
securing for limited times to anthors and inventors the
excluswe right to their respectlve wntmgs and discov-
eries.’ -

Statutes

Pursuant to the provision of the Constitution, Con-
gress has over the years passed a number of statutes
under which the U.S. Patent and Trademark Office is
organized and our patent system is established. The
provisions of the statutes can in no way be changed or
waived by the U.S. Patent and Trademark Office.

Prior to J anuary 1, 1953, the law relating to patents
consisted of various sections of the Revised Statutes
of 1874, derived from the Patent Act of 1870 and
numerous amendatory and additional acts.

By an Act of Congress approved July 19, 1952
which came into effect on January 1, 1953, the patent
laws were revised and codified into substantially its
present form. The patent law is Title 35 of the United
States Code which governs all cases in the U.S. Patent
and Trademark Office. In refemng to a particular sec-
tion of the patent code the citation is given, for exam-
ple, as, 35 U.S.C. 31. Title 35 of the United States
Code is reproduced in Appendix L of the Manual of
Patent Examining Procedure (MPEP). '

35 U.S.C. 1. Establishment.

(a) ESTABLISHMENT.— The United States Patent and
Trademark Office is established as an agency of the United States,
within the Department of Commerce. In catrying out its functions,
the United States Patent and Trademark Office shall be subject to
the policy direction of the Secretary of Commerce, but otherwise
shall retain responsibility for decisions regarding the management
and administration of its operations and shall exercise indepen-
dent control of its budget allocations and expenditures, personnel
decisions and processes, precurements, and other administrative

and management functions in accordance with this title and appli- -

cable provisions of law. Those operations designed to grant and
issue patents and those operations which are designed to facilitate
the registration of trademarks shall be treated as separate operat-
ing units within the Office.

(b) OFFICES.— The United States Patent and Trademark
Office shall maintain its principal office in the metropolitan Wash-
ington, D.C., area, for. the service of process and papers and for
the purpose of carrying out its functions. The United States Patent
and Trademark Office shall be deemed, for purposes of venue in
civil actions, to be a resident of the district in which its principal
office is located, except where jurisdiction is otherwise provided
by law. The United States. Patent and Trademark Office may

establish satellite offices in such other places in the United States
as it considers necessary and appropriate m the conduct of its
business.

(¢) REFERENCE.— For purposes of this title, the United
States Patent and Trademark Office shall also be’ referred to as the
“Office” and the “Patent a.nd Trademark Office™. :

Rules

One of the sections of the patent statute, namely,
35U.S.C. 2, authorizes the Commissioner of Patents
and Trademarks, subject to the policy direction of the
Secretary of Commerce, to establish regulations, not
inconsistent with law; for the conduct of proceed:mgs
in the U.S. Patent and Trademark Office.

These regulatmns or rules and amendments thereto
are published in the Federal Register and in the Offi-
cial Gazette. In the Federal Register and in the Code ,
of Federal Regulations the rles pertaining to patents
are in Parts 1, 3, 4, 5, and 10 of Title 37, Patents,
Trademarks, and Copyrights. In referring to a particu-
lar section of the rules the citation is given, for exam-
ple, as 37 CFR 1.31. A booklet entitled “Code of
Federal Regulations, Title 37, Patents, Trademarks,
and Copyrights,” published by the Office of the Fed-
eral Register, contains all of the patent rules as well as
trademark rules and copyright rules. Persons desiring
a copy of this booklet should order a copy from the
Superintendent of Documents.

The primary function of the rules is to adv1se the
public of the rules Wthh have been established in
accordance with the statutés and which must be fol-
lowed before the Office. The rules govern the examin-
ers, as well as applicants and their attorneys and
agents. The rules pertaining to patent practice appear
in the MPEP as Appendix R.

Commlssmner’s Orders and Notices

From time to time, the Commissioner of Patents
and Trademarks has issued Orders and Nofices relat-
ing to various specific situations that bave arisen in
operating the U.S. Patent and Trademark Office.
Notices and -circulars of information or instructions
have also been issued by other Office officials under
authority of the Commissioner. Orders and Notices
have served various purposes including giving exam-
iners instruction, information, interpretations, and the
like. Others have been for the information of the pub-
lic, advising what the Office will do under specified
circumstances. :
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-Decisions.

‘In addition to the statules and rules, the actions
taken by the examiner in the examination of applica-
tions for patents are to a great extent governed by
decisions on prior cases. Applicants dissatisfied with
an examiner’s action may have it reviewed. In gen-
eral, that portion of the examiner’s action pertaining
to objections on formal matters may be reviewed by
petition to the Commissioner of Patents and Trade-
marks (see MPEP § 1002), and that portion of the
examinet’s action pertaining to the rejection of claims
on the merits may be reviewed by appeal to the Board
of Patent Appeals and Interferences (see MPEP §
1201). The distinction is set forth in 37 CFR 1.181
and 1.191. In citing decisions as authority for his or
her actions, the examiner should cite the decision in
the manner set forth in MPEP § 707.06.

Publications Available from
Superintendent of Documents

" The followmg is a partial list of patent related pub-
lications available from the Superintendent of Docu-
ments. Orders should be addressed and remittances
made payable to Superintendent of Documents, U. S.
Government Printing Office, Washington, DC 20402.

Official Gazette of the United States Patent and
Trademark Office-Patents. The official journal of the
Patent and Trademark Office relating to patents.
Issued each Tuesday, simultaneously with the weekly
issuance of patents, it contains a selected figure of the
drawings and a claim of each patent granted, indexes
of patents, lists of patents available for license or sale,
and general information such as orders, notices,
changes in rules, and changes in classification.

Annual Indexes. An index of the patents issued
each year is published in two volumes, one an alpha-
betical index of patentees and the other an index by
subject matter of inventions. The two parts are sold
separately. Price varies from year to year, depending
upon size of the publication. An annual index of
Trademarks contains an alphabetical index of trade-
mark registrants, registration numbers, dates pub-
lished, classification of goods for which registered,
and decisions published during the calendar year.
Price varies from year to year, depending upon size of
the publication.

-Guide for the Preparation of Patent Drawings. Con—
tains selected rules of practice relating to patent draw-

August 2001

ings and interpretations of those rules, including
examples of patent drawings.

Manual of Classification. A looseleaf volume list-
ing the numbers and descriptive titles of the more than
300 classes and 95,000 subclasses used in the subject
classification of patents, with an index to the classifi-
cations. Substitute and additional pages, which are
included in the subscription service, are issued from
time to time.

‘General Information Concerning Patents. Contains
a vast amount of general information concerning the
application for and granting of patents, expressed in
nontechnical language for the layman. Multiple cop-
ies available from Superintendent of Documents.
. Manual of Patent Examining Procedure. A loose-
leaf manual which serves primarily as a detailed refer-
ence work on patent examining practice and
procedure for the U.S. Patent and Trademark Office’s
Examining Corps including statutes, rules, treaties,
etc. Subscription service includes basic manual, revi-
sions, and change notices.

Attorneys and Agents Registered to Practice Before
the U.S. Patent and Trademark Office. An alphabeti-
cally and a geographically arrariged listing of patent
attorneys and agents registered to practice before the
U. S. Patent and Trademark Office.

Code of Federal Régulations, Title 37, Patents,
Trademarks, and Copyrights. Compilation including
the rules of practice of the U. S. Patent and Trademark
Office.

Publications Available From the
U.S. Patent and Trademark Office

Orders should be addressed to Commissioner of
Patents and Trademarks, Washington, DC 20231.
Remittances should be made payable to Commis-
sioner of Patents and Trademarks. Postage stamps,
Superintendent of Documents coupons or other Gov-
ernment coupons are not acceptable in payment of
U.S. Patent and Trademark Office fees:.

Basic Facts About Patents. Brief nontechnical
answers to questions most frequently asked about Pat-
ents.

Guide to Filing a Patent Application. Brief techni-
cal description of the reqmred parts of a patent appll—
cation.

Patents. Copies of the spec1ﬂcat1on and drawings
of all patents are available at three dollars each. When
ordering, identify the patent by the patent number, or




Introduction - -

give full name of the inventor and approximate date
of issuance of the patent.

Classification Definitions. Contain the changes in
classification of patents as well as definitions of new
and revised classes and subclasses. Price is based
upon size of publication.

For a current list of U.S. Patent and Trademark
Office (USPTO) publications and the sources from
which these publications are available, contact the
USPTO General Information Services Division at 1-
800-786-9199 or 703-308-4357.

See MPEP § 1730 for additional information
sources. :
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U.S. DEPARTMENT OF COMMERCE -
U.S. Patent and Trademark Office
Washington, DC 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Eighth Edition

The enclosed is the Eighth Edition to the Manual of Patent Examining Procedure. The
Manual has been revised extensively to incorporate the changes necessitated by The
American Inventors Protection Act of 1999 and the following final rules:

(1) “Request for Continued Examination Practice and Changes to Provisional
Application Practice,” which became effective on August 16, 2000,

(2) “Changes To Implement Patent Term Adjustment Under Twenty-Year Patent
Term,” which became effective on October 18, 2000;

(3) “Changes To Implement the Patent Business Goals,” which became effective
on November 7, 2000;

(4) “Treatment of Unlocatable Patent Application and Patent Flles which
became effective on November 17, 2000; ‘

(5) “Changes to Implement Eighteen-Month Publication of Patent Apphcatlons,
which became effective on November 29, 2000;

(6) “Rules to Implement Optional Inter Partes Reexamination Proceedings,”
which became effective on February 5, 2001;

(7) “Revision of Patent Cooperation Treaty Application Procedure,” which
became effective on March 1, 2001; and

(8) “Changes to the Time Period for Making Any Necessary Deposit of Biological
Material,” which became effective on May 29, 2001.

Changes are highlighted on the following pages.

This Edition of the Manual was prepared with the assistance of the Senior Legal Advisors
and Legal Advisors of the Office of Patent Legal Administration. Their efforts are greatly
appreciated.

Magdalen Y. C. Greenlief, Editor
Manual of Patent Examining Procedure

August 2001



Particular attention is called to the changes in the following sections:

CHAPTER 100:

101 Revised to reflect amendments to 35 U.S.C. 122 and 37 CFR 1.14,

102 Revised to reflect amendments to 37 CFR 1.14(a) and (b).

103 Revised to reflect amendments to 37 CFR 1.11 and 1.14, and to include a
.discussion of published patent applications. A copy of form PTO/SB/68,
Request For Access To An Application Under 37 CFR 1.14(e) has been
included. Also revised to include a discussion of FOIA requests.

104 Revised t0 reﬂect amendments to 37 CFR 1. 14(d)

110 Revised to reflect amendrnent to37 CFR 1. 14(1) 37CFR 1. 14(1) was
amended, effective November 29, 2000, to provide greater access to
international application files kept by the USPTO.

120 Rev1sed to reﬂect amendments to 37 CFR 5.1, and 52,

130 Rev1sed to indicate that apphcatlons in which a secrecy ordef has been
imposed are examined by TC Workmg Group 3640 and Art Unit 3662.

140 Revised to reflect amendments to 37 CFR 5.12. .

150 - Revised to reflect amendments to 42 U.S.C. 2182 and 37 CFR 1.14(f), and
to indicate that provisional applications are not subject to DOE or NASA
property rights review.

CHAPTER 200:

201 B : _Revised to reflect arhendments.to 35U.8.C. 111.

201.03 Rewritten to reflect amendment to 37 CFR 1.48. Correction of
inventorship under 37 CFR 1.48 now requires a “request” along with a
“processing fee’” under 37 CEFR 1.17(i) rather than a petition and a petition
fee. Revised toindicate that 37 CFR 1.48(f) operates to automatically
correct the inventorship upon filing of a first executed oath or declaration
under 37 CFR 1.63 by any of the inventors in a nonprovisional application.

201.04(b) Revised to reflect amendments to 35 U.S.C. 111(b) and 37 CFR 1.53(c).

Revised to indicate that if applicant attempts to claim the benefit of an
earlier U.S. or foreign application in a provisional application, the filing
receipt will not reflect the improper priority claim. Also revised to include
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201.06

201.06(c)

201.06(d)

201.07

201.11

.. -a discussion of a request to convert-a prov1s10nal apphcatlon to a

nonprowsmnal apphcatlon

- Revised to 1nd10ate--that d1v131ona1 applications of utility or:plant

applications filed on.or after May 29, 2000 should be filed under 37 CFR

- 1.53(b) rather than as-a-CPA undér 37 CFR 1.53(d) since the prior

application of a CPA must be filed before May 29, 2000.

Revised to reflect amendments to 37 CFR 1.53(b) and 1.63(d). Revised to

. indicate that a priority claim does not amount to an incorporationby . -

reference of the application to which priority is claimed and furthermore, a
mere reference to another application, patent, or publication is not an
incorporation by reference unless a statement is included that such
referenced application, patent; or publication is “‘hereby incorporated

. - herein by reference.”” Also revised to indicate that material needed to

accord an apphcatmn a: flhng date may not be’ 1ncorp0rated by reference.

Rev1sed to reﬂect amendment to 37 CFR 1 53(d) and to. mdlcate that the
prior application of a CPA must be filed before May 29, 2000. Applicant
may wish to consider filing an:RCE under 37.CFR 1:114 for utility or =~
plant applications filed on or after May 29, 2000. Revised to clarify that

for examination: priority purposes only; the USPTO will treat continuation

CPAs as if they were “amended” applications and not as “new”
applications. This treatment is limited to CPAs in which the prior
application has an Office action issued by examiner. If no Office action
has been issued in the prior application, the CPA will be treated, for
examination purposes, like a “new’” application unless a petition to make. :
special under 37 CFR 1.102 is filed in the CPA: Revised to indicate that if

- a CPA is improper because the prior utility or:plant application was filed

on or after May 29,2000, the improper CPA will be automatically treated
as an RCE under 37 CFR 1.114.: Also revised to indicate that a filing
receipt will be mailed in a CPA filed on or after November 29, 2000 to

- notify applicant of the projected publication date of the-application. A

discussion is.added to address publication of CPAs. A discussion is added
to indicate-that applicant may file a request for suspension of action under
37 CFR 1.103(b) if applicant needs more time to prepare a preliminary
amendment or to file an IDS in a CPA. The request for suspension of
action must be filed at the tune of ﬁhng of the CPA

L Rev1sed to indicate that an apphcatlon under 37 CFR L. 53(d) must be filed

prior to the payment of the issue fee unless a petition under 37 CFR
1.313(c) 1s granted in the prior application. .

Revised to-reflect amendments to 35 U.S.C. 119(e) and 120. Revised to

- include two: additional conditions for receiving the benefit of an earlier
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201.13

201..1.3(.1'.))

201.14

201.14(a) -

201.14(b)

201.14(c)

- filing date under 35 U.S.C. 119(e) or 120. -Also revised to indicate that if a

nonprovisional application that is filed on or after November 29, 2000
claims benefit to an international application, the first sentence of the

" specification must be -amended to indicate whether the international
~application was published in English under PCT Article 21(2). A new

subsection is added to set forth the time period requirement under 37 CFR
1.78(a)(2) and (a)(5) for making a claim for benefit under 35 U.S.C. 120
and 119(6) respecuvely

- Rev1sed to reﬂect amendment to 35 U S C. 119(a) (d) (t) and (g) and 37
'CFR 1.55(a). The list of countries for which 35 U.S.C. 119(a)-(d), and (f)

priority is granted has been updated to include WTO member countries,

- -Revised to indicate that the foreign priority claim may be submitted in an

- . application data sheet. Also revised to indicate that if the claim for
~priority or.the certified copy of the foreign application is filed after the

~ -date the issue fee is paid, it must be accompanied by a processing fee. In

such case, the patent will not include the priority claim unless corrected by
a certificate of correction. 3

- Revised to reflect amendments to 35 U.S.C. 365 and 37 CFR 1.451,

Revised to indicate that for original applications filed on or after

- November 29, 2000, the claim for foreign priority must be filed within the
. later of four months from the actual filing date of the application or sixteen
- ‘months from the f111ng date of the forelgn application:

Revised toreflect amcndments to 37 CFR 1.55(a) and (c) and to indicate

- that if a claim for foreign priority is presented after the time period set in
37 CFR 1.55(a)(1)(i), the claim may be accepted if it is accompanied by a
© grantable petition to accept an unintentionally delayed claim for priority.
- +Also revised to indicate that if the claim for priority or the certified copy of
- the foreign application is filed after the date the issue fee is paid, it must be

accompanied by a processing fee. In such case, the certified copy of the

-foreign application will be placed in the application file but will not be

reviewed and the patent will not include the priority claim unless corrected

- by a certificate of correction.

Revised to indicate that for original applications filed on or after

November 29, 2000, the claim for foreign priority must identify the
foreign application for which priority is claimed by specifying the
application number, .the country (or 1nte11ectual property authority), day,
month, and year of its filing.

Revised to add a new subsection to address untimely claim for priority.
Also revised to indicate that if the claim for priority or the certified copy of
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201.16 -

202.01

203.08

the foreign application is filed after the date the issue fee is paid, it must be
accompanied by a processing fee. In such case, the certified copy of the - -
foreign application will be placed in the application file but will not be

reviewed and the patent will not include the pnonty claim unless corrected
by a certtﬁcate of correctlon : o

Rev1sed to reﬂect amendment to.35 U S C 119(b) and to 1nd1cate that a
claim for foreign priority may. be added (or corrected) in an issued patent
by reissue or certificate of correction provided the original application,
which issued as the patent, was filed on or after November 29, 2000. In
addition to the filing of a reissue application or a request for a certificate of
correction, a petition to accept a delayed claim for priority along with the
surcharge and a statement that the entire delay between the date the claim
was due under 37 CFR 1.55¢a)(1) and the date the claim was filed was
unintentional must be submitted

Revised to reﬂect amendments to 37 CFR 1 78(a)(1) and (a)(2)

The procedures for processing status letters by the Technology Centers

~have been revised to indicate that the status letter along with the reply

must be matched. Wlth the applzcatron file. -

CHAPTER 300:

301

301.01

302.07

302.08

307

311

‘The title of the section has been changed to read “Ownershlp/A351gnab111ty

of Patents and Applications.” New subsections have been added to
address ownership, assignment, 11cens1ng, 1nd1v1dua1 and joint ownership
and makmg the: a531gnment of record: e

‘ Rev1sed to reﬂect amendment to 37 CFR 1 12. and to 1ndlcate that

assignment documents relating to pubhshed patent applications are open to
public 1nspectlon

_ '. Revised to add form PTO 1595 ‘ “Recorda’uon Form Cover Sheet - Patents
-~ Only.”

Revised to reflect amendment to 37 CFR 3.27 and to indicate that requests
for recording documents which . accompany new applications should be
addressed to the Assistant Commissioner for Patents.  Requests under 37

‘CFR 3.81 will be processed by the Office of Patent Pubhcatmns and

therefore, should be marked to their attentiorn. :
Revised to reflect amendment to 37 CFR 3.81.

Revised to reﬂect amendrnent to 35 U S C 294
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320 -

324

- Revised to indicate that examiners may obtain a title report using the
“PALM Intranet, Patent Assignment Information.

Revised to reflect amendments to 37 CFR 3.71 and 3.73. Revised to set
forth examples of instances where the owner or assignee of a patent

‘property can take action in a patent application or patent proceeding. Also
‘Tevised to indicate that duplicate copies of the statement under 37 CFR
- 3.73(b) is not required and should not be submitted.

CHAPTER 400:

401

402.05
402.07
403
405
409
409.01

409.01(b)

The title of this section has been changed to read “U.S. Patent and

- Trademark Office Cannot Aid in Selection of Attorney.”
Revised to reflect amendment to 37 CFR 1.36.
Revised to reflect amendment to 37 CFR 3.71.

‘- Revised to reflect amendment to 37 CFR 1.33 and to indicate that

applicant must specify a correspondence address in an application data
sheet or elsewhere in any papers submitted with an application filing in a
clearly identifiable manner. Revised to indicate who may change a
correspondence address. Also revised to identify the persons who are
authorized to:change the.information associated with an established

Customer Number. -

Revised to indicate that a change of correspondence address or 2 document
granting access may only be signed by an attorney or agent who is not of
record if an executed oath or declaration has not been filed in the

~-application. - . L :

The title of this section has been changed to read “Death, Legal Incapacity,
or Unavailability of Inventor.” Revised to indicate that a minor may sign
an oath or declaration under 37 CFR 1.63 as long as the person
understands the document that he or she is signing.

- Revised to indicate that the heirs of a deceased inventor should identify
"themselves as the legal representatives of the deceased inventor in the oath
- or declaration submitted under 37 CFR 1.63. A certificate from a court

indicating that they are all the heirs are no longer necessary.

Revised to indicate that the Office no longer requires proof of the authority
of the legal representative of a deceased inventor.
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409.01(1)

409.03

409.03(b) -

409.03(c).

409.03(d)

409.03(h)

Revised to indicate that the legal representative of a deceased inventor
must submit an oath or declaration in compliance with 37 CFR 1.63
stating that he or she is the legal representative of the deceased inventor

and prov1d1ng his or her residence, c1t1zensh1p and post office address,

Revised to reflect amendments to 35 U.S.C. 116 118 and 37 CFR 147
and to indicate that an application filed with a petition under 37 CFR 1.47
must be forwarded to the:Office of Petitions for.a decision before the

application is sent to the Technology Center for examination.

Revised to include a Chief Executive Officer as an officer of a corporation
who may:sign the necessary.oath or declaration under 37 CFR 1.63 on
behalf of the corporatlon as the:37 CFR: 1. 47(b) apphcant

Rev1sed to 1nd1cate that proof of the authonty of the legal representative of*
the deceased inventor is no longer required.

Revised to indicate that the fact that an inventor is hospitalized is not an -
acceptable reason for filing under 37 CFR 1.47. However, 37 CFR 1.43
may be avallable in such circumstances.

Rev1sed to indicate that petttlons filed under 37 CFR 1.47.are decided by

the Office of Petitions.

CHAPTER 500:

501

502

502.01

502.02

502.04

Revised to reﬂect amendment to 37 CFR 1 4 and to indicate that persons
who correspond with the USPTO are encouraged not to include
correspondence which will have to be directed to different areas of the
Office in-a single envelope. - By including multiple papers in a single
envelope will increase the likelihood that one or more of the papers will be
delayed before reachlng the appropnate area. :

Rev1sed to reflect amendment to 37 CFR 1.6. Revised to indicate that a
confirmation number should be included on all incoming papers pertalmng
to an application. Also revised to indicate that the Office prefers
1dent1fy1ng 1nd1c:1a to be prov1ded on the drawmgs

Rev1sed to reﬂect amendment to 37 CFR 1.6(d) and (f) and to 1ndlcate that

‘the Office will fax back a receipt of a CPA filing if apphcant submits the
- Ofﬁce recelpt form along with the CPA ﬂhng

Rev1sed to reﬂect amendments to 37 CFR 1.4(d) - (f).

New section added to address duplicate copies of correspondence.

7 August 2001



503

506

507

508.01

508.04

309

509.01

509.02

509.03

Revised to indicate the information that is provided on the filing receipt.

. A discussion is added to address confirmation number. Also revised to

clarify that by incorporating by reference in the postcard receipt the items
listed in a transmittal letter will not serve as prima facie evidence of
receipt of those items.

Revised to reflect amendment to 37 CFR 1.53.

The title of the section has been changed to read “Drawing Review in the
Office of Initial Patent Examination.” Revised to set forth the drawing

Teview process to implement the eighteen-month publication of patent

applications. New subsections have been added to address. voluntary
submission of replacement drawings for purposes of patent application
publication, replacement drawings submitted on paper, and replacement
drawings submitted with a specification through EFS.

The title of this section has been changed to read “Papers Sent to Wrong
Technology Center (TC).” ‘

New section added to set forth the procedures for the reconstruction of the

file of a patent application, patent, or any other patent-related proceeding

that cannot be located after a reasonable search.

Revised to reflect amendments to 37 CFR 1.22, 1.23 and 1.26. A new
subsection is added to address payment by credit card. A copy of the
Credit Card Payment Form, PTO-2038 is reproduced.:

‘Revised to reflect améndment to 37 CFR 1.25 and to indicate that an

authorization to charge the issue fee to a deposit account may be filed in
an individual application only after the mailing of the notice of allowance.
Revised to indicate that an authorization to charge fees under 37 CFR 1.16
in an application filed under 35 U.S.C. 371 will be treated as an
authorization to charge fees under 37 CFR 1.492.

Rev1sed to reflect amendment to 37 CFR 1. 27

Revised to reﬂect amendments to 37 CFR 1.27, 1.4(d)(2), 10.18(b), and
1.28. Revised to set forth the procedures for establishing small entity
status. Also revised to include the procedures for obtaining a refund based
on a later establishment of small entity status and the procedures for
correcting in small entity status. The small entity forms, PTO/SB/09 to
PTO/SB/12 have been deleted since these forms are no longer necessary to
claim small entity status.
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510

511

513

The title of this section has been changed to read “U.S. Patent and. -
Trademark Office Business Hours.” : .

Revised to reflect amendment to 35 U.S.C. 21

Revised to reflect amendment to 35 U.S.C. 21, -

CHAPTER 600:.

601

601.01

601.01(a)

601.01(c)

601.01(d)

Revised to reflect amendments to 35 U.S.C. 111 and 37 CFR 1.51 and to
indicate that if an application data sheet under 37 CFR 1.76 is used, data
supplied in the application data sheet need not be provided elsewhere in

- the application except that the citizenship of each inventor must be .
- .provided in the oath or declaration under 37 CFR 1.63 even if this

information is provided in the. apphcaﬂon data sheet

Revised to reflect amendment to 37 CFR 1. 5 3 and to indicate that the CPA

practice under 37 CFR 1.53(d) does not apply to applications (other than- -

design) if the prior application has a filing date on or after May 29, 2000.

- Revised to indicate that if the basic filing fee is not timely paid or the

processing and retention fee set foith in 37 CFR. 1.21(1) is not paid during
the pendency of the application, the application will be disposed of. The

- information regarding what combinations of information supplied in an

oath or declaration are acceptable as minimums for identifying a
specification has been moved to MPEP § 602.

The title of this section has been changed to read “Conversion to or from a
Provisional Application.” A new subsection has been added to set forth
the procedures for convertlng a pr0v1310nal apphcanon to a nonprovisional
application.

The reference to a fee set-forth in 37 CFR 1.17(q) for provisional
applications has been deleted because a petition under 37 CFR 1.53(e)
along with the petition fee set forthin 37 CFR 1.17(h) for review of a
notification from the Office that the original application papers lack a
portion of the specification or drawings is applicable to provisional
applications and nonprovisional applications. A new subsection has been
added to set forth the procedures to follow wher it is discovered that an
application, located in a Technology Center, was filed without all of the
pages of the specification and a notification has not been malled by the

- Office of Inltlal Patent Exalmnatlon
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601.01(f)

601.01(g)

601.01(h)

601.02
601.03
601.05

602

602.01

602.05(a)

The reference to a fee set forth in 37 CFR 1.17(q) for prov131onal
applications has been delcted. See explanation in -
§ 601.01(d) above.

The reference to a fee set forth in 37 CFR 1.17(q) for provisional
applications has been deleted. See explanation in § 601.01(d) above. A
new subsection has been added to set forth the procedures to follow when
it is discovered that an application, located in a Technology Center, was
filed without all of the drawing figures referred to in the specification and
a notification has not been mailed by the Office of In1t131 Patent '

.Examination.

All the forms previously included in this section have been deleted since

- the Office of Initial Patent Examination is no longer using pre-printed

forms and is instead using individualized notices generated by a computer
to notify apphcauon of defects.

A copy of form PTO/SB/81, Power of Attorney or Authorization of Agent,
is reproduced. -

Revised to reflect amendment to 37 CFR 1.33(a) and to indicate who may

. change the correspondence address.

A new section has been adde_d to address application data sheet submitted
under 37 CFR 1.76.

Revised to reflect amendments to 35 U.S.C. 25, 26, 115 and 37 CFR 1.63.
The information from MPEP § 601.01(a) regarding what combinations of
information supplied in an oath or declaration are acceptable as minimums

. for identifying a specification has been moved to this section. The section

has been rearranged with appropriate heading being provided. A copy of
the current Form PTO/SB/01, Declaration For Utility or Design Patent
Application (37 CFR 1.63), is reproduced.

Revised to indicate that a deficiency in the oath or declaration can be
corrected by an application data sheet.

Revised to indicate that if the examiner determines that a continuation or
divisional application contains new matter relative to the prior application,
the examiner should notify applicant in the next Office action and require
applicant to submit a new oath or declaration along with the surcharge and
to redesignate the application as a continuation-in-part. The requirement
of a petition under 37 CFR 1.182 has been deleted.
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603

604.06

- 605

605.02

605.03

605.04(a)

606

606.01

. Revised to reflect amendment to 37 CFR 1.67 and to indicate that a

deficiency or inaccuracy relating to the information required by 37 CFR
1.63 may also be corrected with an application data sheet. Examples are
provided to illustrate how certain def1c1enc:1es or inaccuracies in an oath or
declaration may be corrected.

The title of this section has been changed to read “By Attorney in
Apphcatlon

Revised to reﬂect amendment to 37 CFR 1.41 and to indicate that the

name, residence, and citizenship of each person believed to be an actual
inventor should be provided as an application identifier when application

_papers under 37 CFR 1.53(b) are filed without an oath or declaration, or
+ application papers under 37 CFR 1.53(c) are flled Wlthout a cover sheet.

_ Rev1sed to indicate that applicant’s resmence may be provuied 1n an

apphcatlon data sheet.

The title of thls section has been changed to read “Apphcant $ Mailing or

... Post Office Address.” Revised to indicate that effective November 7,
- 2000, 37 CFR 1.63 was amended to use the phrase “mailing address”

rather than “post office address™ since the phrase “post office address” as

- previously used in 37 CFR 1.63 may be confusing.-Also revised to

indicate that effective November-7, 2000, the mailing address of each
inventor may be provided in an application data sheet.

Revised to reflect amendment to 37 CFR 1.64 and to clarify that applicant
may sign his or her name using non-English characters. Such a signature
will be accepted. - Revised. to indicate that it is-acceptable to print out a
copy. of the specification prepared using traditional word processing
software for the inventor to review as he or she $igns the declaration and
then cut and paste from the electronic document to prepare the EFS
version of the specification and to submit a scanned copy of the
declaration with the EFS submission. Also revised to clarify that if a legal
representative executes an oath or declaration on:behalf of a deceased
inventor, the legal representative must state that the person is a legal
representative and provide the 01tlzensh1p, residence, and mailing address
of the legal representatlve :

Rev1sed to reflect amendment to 37 CFR 1.72.°

‘Revised to set forth the procedures for changmg the title of the invention

and makmg the changes in PALM :
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607

607.02

608.01

608.01(a)

608.01(b)

608.01(F)

608.01(n) -

- .Revised to indicate that a preliminary amendment filed concurrently with a
~ response to a Notice to File Missing Parts of Application that required the
-filing fee, which preliminary amendment cancels oradds claims, will be

taken into account in determining the appropriate f111ng fees due in
response to the Notice. :

. Revised to reflect amendment to 37 CFR: 1.26. New subsections added to

address the manner of making a refund, the time period for requesting a
refund, fees paid by dep031t account, and later estabhshment of small

: =ent1ty status.

_ Rev1sed to reﬂect amendments to 37 CFR 1.52 and 1. 58 Revised to

indicate that if a provisional application is filed in a language other than

English, an English translation of the non-English language provisional
-application will not be required in the provisional application. The
- - English translation of the non-English provisional application and a

statement that the translation is accurate must be submitted in any
nonprovisional application claiming the benefit of the non-English

Janguage provisional application. Revised to clarify that examiners should

not object to.-hyperlinks where the hyperlinks and/or other forms of

- browser-executable codes are part of applicant’s invention and are

. ‘nécessary to be included in the patent application to comply with the
- requirements of 35 U.S.C. 112, 1* paragraph, and applicant does not
-intend to have these hyperlmks be active links.

ReV1sed to reﬂect amendment to 37 CFR 1.77.

.ReV1sed to .reﬂect amendment to 37 CFR 1.72(b) and to indicate that OIPE

will review-all:applications filed under 35 U.S.C. 111(a) for compliance

with 37 CFR 1.72 and will require an abstract, if one has not been filed.

- Also revised to-indicate that the abstract of a national stage application

- filed under 35 U.S.C. 371 may be found on the front page of the PCT
-pubhcatlon (i.e. pamphlet) .

Rev1sed to reﬂect amendment to 37 CFR 1.84. Revisedto 1nd1cate that if
a figure contains several parts, as for example, figure 1A, 1B, and 1C, the

| - figure may be described as figure 1. If only figure 1A is described in the

brief description, the examiner should object to the brief description, and
require applicant to either add a brief description of ﬁgures 1B and 1C or
describe the figure as *figure 1.” :

- An additional example is added to illustrate an acceptable multiple

dependent claim wording. Revised to clarify that if none of the muitiple
dependent claims is proper, the multiple dependent claim fee set forth in
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i

608.01(p)

608.01(q)

608.02

608.01(a)

608.01(b)

608.02(e)

608.01(h)

37 CFR 1.16(d) will not be require. However, if at least one multiple
dependent claim is proper, the multiple dependent claim is required. -

' Revised to indicate that an application may incorporate by reference -

essential material by reference to a'U.S. patent apphcatlon publication.

Revised to reﬂect amendment to 37 CFR 1. 125 Rev1sed to indicate that
the paragraphs of any substitute specification, other than the claims,
should be individually numbered in Arabic numerals so that any ~ °
amendment to the specification may be made by replacement paragraphs.

Revised to reflect amendment to 37 CFR 1.84. The material in this section
has been rearranged with new subsection headings to address drawing
requirements, receipt of drawing after the filing date, and how to handle -
the drawing requirements under the first and second sentences of 35
U.S.C. 113. Some of the material from MPEP § 608.01(a) has been
moved to this section.. Alsorevised to delete the definition for the term -
“formal drawing™ since the Office no longer considers whether drawings

. are formal or informal. The Office currently reviews drawings 1o

determine whether the drawings are-acceptable or not acceptable for

- publication purposes. Revised to indicate that the Office is sua sponte

waiving the requirement of 37.CFR 1.84(a)(2)(iii) for a black and white
photocopy of* color drawmgs or-color photographs

The title of thlS section has been changed to read “New Drawing - When
Replacement is Required Before Examination.” Revised to indicate that "
drawings in uvtility and plant applications filed on or after November 29,
2000, other than CPAs, will be reviewed by OIPE for compliance with -~
certain requirements of 37 CFR 1.84. If the drawings are not acceptable

- for publication purposes, OIPE will send a notice to applicant giving

applicant a time period of 2 months. from the mailing date to the notice to

file acceptable drawmgs

" Revised to reflect amendment to 37 CFR 1.85. Revised to indicate that

examiners should review the drawings for disclosure of the claimed
invention and for proper use of reference numerals. Unless applicant is
notified in an Office action; ob_]ectlons to the drawmgs will not be held in

abeyance

The title of this section has been changed to read “Examiner Determines

Completeness and Consistency of Drawings.”

Revised to delete the reference to a draftsperson “Approved” stamp since a
draftsperson’s “stamp” indicating approval is no longer required on patent
drawings.
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608.02(p) -

608.02(q)

608.02(r)

608.02(x)
608.02(y)

608.02(z)
s oo Needing Drawing Corrections or Corrected Drawings.” - Revised to
-.indicate that.examiners should not require:new drawings merely because
. applicant indicated that the drawings submitted on filing were informal. If
- an application is-being allowed, and corrected drawings have not been
:filed, form PTOL-37 providés an appropriate check box for requiring

608.03

608.04- .

608.05 @

608.05(a)

608.05(b)

‘Revised fo reflect amendments to 37 CER 1.121(d) and 1.85.

- Revised to indicate that if applicant wishes to amend the original -
- drawings,-at his or her own initiative,-applicant is encouraged to submit

new drawings as soon as possible, and preferably before allowance of the
apphcatron N co L

g The title of thIS sect:lon has been changed to read “Separate Letter

4 The title of thls sectlen has been changed to read “Dlsposmon of

Applications with Proposed Drawing Corrections.”

- Revised to indicate that nonentered draWings that have been finally denied

adrmssmn w111 not be returned to the- appllcant

The t1t1e of tl:ns section has been changed to read “Allowable Applications

corrected drawings. Extension of time to provide acceptable drawings
after the maﬂing of a notice of allowability are no longer permitted.

s Rev1sed to reﬂect amendment to 37 CFR I 91
| _ Revrsed to. reﬂect amendment to 37 CFR 1. 121(f)

.The matenal that was: prev1ously in MPEP § 608 05 d1rected to deposit of
.. compiuter program listings has been moved .to MPEP § 608.05(a). New

section 608.05 is directed to sequence listing table, or computer program
listing appendix submitted on a compact disc. This new section reflect

- amendments to 37 CFR 1. 52(e) and 1.77.

, The matenal that was. prev10usly in MPEP §. 608 05 drrected to deposit of
.. computer program listings has‘been moved to this new section. A new

subsection has been added to indicate that the Office will provide for the
continuation of prior microfiche appendlx practlce for computer hstrngs
until February 28, 2001. : -

A new section has been added to address cornpact chsc submlssron of large
tables. : : : -
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608.05(c)

609

610

A new section has been added to address compact disc submissions of
biosequences.

Revised to reflect amendments to 37 CFR 1.97 and 1.98 and to clarify that
consideration by the examiner of the information submitted in an IDS .- -
means nothing more than considering the documents in the same manner
as other documents in Office scarch files are considered by the examiner
while conducting a search of the prior art in a proper field of search. The
initials of the examiner placed next to the citations on the PTO-1449 or - -
PTO/SB/O8A and 08B or its equivalents mean that the information has
been considered by the examiner to the extent noted above.- Only where -
the relevancy of the information is actually discussed in the application file
or where the information is relied upon to reject a claim in the application,
will the information deemed to have been considered for the purposes of
reexamination under the Portola guidelines set forth in MPEP § 2242.
New subsection headings have been added to address the procedures for
handling IDSs in RCEs and continuing applications, and in national stage
applications. Added discussion of holding in Semiconductor Energy
Laboratory Co., v. Samsung Electronics Co. .

A new section has been added to set.forth the procedures for third party
submission of patents and publications in a published application pursuant
to 37 CFR 1.99.

CHAPTER 700:

701

704

704.01

Revised to reflect amendlhents to 35 U.S.C. 100 and 131.

The title of this section has been changed to read “Search and
Requirements for Information.” The material that was in § 704 has been
moved to new § 704.01.

The material from § 704 has been moved to this new section.

704.10 through 704.14(d) ~ New sections added to-describe policy and procedures for

706

706.02

706.02(a)

making a requirement for information under 37 CFR 1.105.

Revised to reflect amendment to 37 CFR.1.112. Revised to include a
discussion regarding requirement for information under 37 CFR 1.105.

Revised to reflect amendments to 35 U.S.C. 102 and 103.

The discussion regarding 35 U.S.C. 102(e) has been revised to address

when the pre-AIPA version of 35 U.S.C. 102(e) should be applied and
when the post-AIPA version of 35 U.S.C. 102(e) should be applied.
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706.02(b)

706.62(0) :

706.02()

706.02(k) -
- o 102(e)/ 103 in apphcatmns filed on or after November 29, 2000.

706.02()(2)

Revised to indicate that the specific reference to the prior application as
required by 37 CFR 1.78(a) may be included in an application data sheet.

- Revised to indicate that an examiner may make a requirement for
- information under 37 CFR 1.105 where the evidence of record indicates

reasonable necess1ty

Form paragraphs have been revised.

Revised to include examples-to illustrate rejections under 35 U.S.C.
Revrsed to include add1t10na1 examples to 1llustrate common ownership.

The discussion regarding what evidence is required to establish common
ownership has been rewritten to include the guidelines published in the

S O)fﬁcml Gazette on: December 26,2000 at 1241 O.G. 96. .

706.02(15(35

706.02(m)
706.02(n)

706.03(a)(1)

706.03(0)

706.03(s)

706.07

706.07(1)

706.07(g)

706.07(h) -

The examination procedure Wlth respect to 35 U. S C. 103(c) regarding the
establishment of common ownership has been simplified in view of the
guidelines pubhshed in the Oﬁ”tczal Gazette as noted in § 706 02()2)

-_.above.

Form paragraphs have been revised.
Revised to reﬂect amendment to 35 U.S.C. 103(b).

This section has becn deleted and the matenal has been moved to MPEP §
2107. L :

Revised to reflect amendment to 35 U.S.C. 132(a).

Revised to reflect-amendments to 35 U.S.C. 182, 184, and 185.

Revised to reﬂect amendment to 37 CFR 1.113.

Revrsed to 1nd1c:ate that Office employees may not accept oral (telephonic)
instructions to complete the Credit Card Payment Form or otherwise
charge a fee to.a credit card.

Revised to reflect amendment to 37 CFR 1.129(a).

Added new section to address request for continued examination under 37

- CFR1.114.
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707

707.05

707.05(b)

707.05(e)

707

707.07(1)
707.07(1)
707.07(1)

708.01
708.02

709

710
710.01
710.02

710.02(e)

Revised to reflect amendment to 37 CFR: 1.104 and to indicate that

- applicants are encouraged to include the 4- d1g1t conﬁrmatron number on

every paper frled in the Office.

Revrsed to reﬂect amendment to: 37 CFR 1,104(d).-

The title of this section has been changed to read “Citation of Related Art
and Information by Applicants.” Added discussion regardmg requ1rement

for information under: 37 CFR 1.105. -

Revised to indicate the kind of data that the examiner should provide When

~ citing references on the form PTO-892.

" Form paragraphs 7.37 and 7.38 have‘ been moved.to MPEP § 707.07(f).

Form paragraphs 7.37 and 7.38 from MPEP § 707 have been moved to this

- section. Form paragraphs 7.37.01 - 7.37.13 have been added.

The title of this section has been changed to read “Each Claim To Be
Mentroned in Each Office Actron ”

Added reference to MPEP § 2161 to § 2164, 08((:) regardmg ertten
description and enablement requirements.of 35 U S.C. 112 1St paragraph.:

Revised to reflect amendment to 37 CFR 1 102

Revised to reﬂect amendment to 37 CFR 1. 102. :

Revised to reflect amendment.to 37 CFR: 1.103 and rewritten to address
suspension of action (1) at apphcant s request and (2) at the initiative of
the Office. :

Revised to reflect amendments to 35 U.S.C. 133 and 267.

Revised to reflect amendment.to 37 CFR 1.135.

Revised to reflect amendment to 37 CFR. 1.136.

Revised to reflect amendment to.37 CFR 1.136 and to indicate that
. -extensions of time under 37 CFR 1.136(a) or (b) are not available to

extend the time period set in a Notice of Allowability (or in Office action
having a mail date after the mail date of the Notice of Allowability), to
submit an oath or declaration in compliance with- 37 CFR 1.63, to submit
formal drawings, or to make a deposit of biological material.
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710.05

711

711.01

711.02(b)

711.03(a)

711.03(c).

711.04
713.01

714

Revised to reflect amendment to-37 CFR 1.7 and added a discussion
regarding Inauguration Day. Revised to indicate that the period of
pendency of a provisional application will be extended to the next
succeeding secular or business day which is not a Saturday, Sunday, or a
Federal holiday, if the day that is twelve months after the filing date of the
provisional application falls on Saturday, Sunday, or a Federal hohday
within the District.of Colnmbla :

The tltle of thls section has been changed to read “Abandonment of Patent

Apphcatlon ” Revised to reﬂect amendlnents to 37 CFR 1.135 and 1. 138

Revised to indicate that if a letter of express abandonment is be1ng
submitted in an allowed application, the express abandonment should be
accompanied by a petition to withdraw from issue under 37 CFR 1.313
and the fee set forth in 37 CFR 1.17(h). The express abandonment may

- not be recognized by the Office unless it is actually received by

appropriate officials in time to act on it before the date of issue. Added a
discussion regarding a petition under 37 CFR 1.138(c) for express

-abandonment to avoid publication of the application.

Added additional examples involving abandonment.

"The title of this section has been changed to read “Holding Based on

Insufficiency of Reply

Revised to reﬂect amendments to 37 CFR 1 137, 1.181(a), and 1.181(f).
This subsection regarding abandonment for failure to reply in a
nonprovisional application has been rewritten and reformatted. A new
subsection has been added to address abandonment for failure to notify the

- Office:of a foreign filing pursuant to 35 U.S.C. 122(b)(2)(B)(iii) after a

nonpublication request has been filed. The discussion regarding terminal
disclaimers has been revised. ‘

The title of this section has been changed to read “Public Access to
Abandoned Applications.” This section has been rewritten to set forth the
conditions recited in 37 CFR 1. 14(e)(2)

Revised to reﬂect amendment to 37 CFR 1. 133 and to 1ndlcate that
interviews must be conducted on the Office premises, such as in the
examiner’s office, conference rooms, or the video conference center.

_ Revised to reflect amendment to 37-CFR 1.121. This section has been

rewritten to-set forth the manner of makmg amendments that became
effective on March 2, 2001. :
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714.01(a)

714.02(c)
714.02d)

714.01(e)

714.02

714.03

714.03(a)
714.06
714.09

714.12

71413

Revised to reflect amendment to 37 CFR 1.33(b).

The title of this section has been changed to read “Signed by Attorney or
Agent Not of Record.”

The title of this section has been changed to read “Amendment Signed by
Applicant But Not by Attorney or Agent of Record.”

New section added to address amendments filed before the first Office
action and material from former § 714.09 has been moved to this new

section.

Revised to reflect amendment to 37 CFR 1.111 and to indicate that an

‘amendment which does not comply with the requirements of 37 CFR

1.121(b) and (c) may be held not fully responsive if both a clean version
and a marked-up version showing changes to the respective parts of the
specification/claims are not provided.

Revised to indicate that if an amendment submitted after March 1, 2001
does not comply with the requirements of 37 CFR 1.121, the Office will
notify applicant by a Notice of Non-Compliant Amendment that the
amendment fails to comply with 37 CFR 1.121 and applicant will be given
a time period to reply.

New section added to address amendment that unduly interferes with the

‘preparation of an Office action.

The title of this section has been changed to read “Amendments Sent to
Wrong Technology Center.”

This section has been deleted and the material has been moved to new
§ 714.01(e).

Revised to reflect amendment to 37 CFR 1.116.

Revised to indicate that applicant may submit an amendment under 37
CFR 1.116 by presenting a clean set of all pending claims in one paper.
Applicant may wish to consolidate all previous versions of pending claims
in one amendment paper. By providing this consolidation of claims in the
filed will be beneficial to both the Office and the applicant. Also revised’
to indicate that whenever an amendment, submitted under 37 CFR 1.116
includes new or amended claims, is entered for appeal purposes, the
examiner must indicate on the advisory action which individual
rejection(s) set forth in the action from which the appeal was taken (e.g.,
final rejection) would be used to reject the new or amended claim(s).
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714,15 The title of this section has been changed to read “Amendment Received
in Technology Center After Mailing of Notice of Allowance.”

714.16 Revised to reflect amendment to 37 CFR 1.312 and to indicate that a after
L the Notice of Allowance has been mailed, applicants may wish to
consolidate all previous versions of pending claims from a series of
separate amendment papers into a single clean version in a single
-amendment paper.: This consolidation of claims in the file will be
- beneficial to both the Office and the applicant for patent printing purposes.
Entry of such an amendment is subject to 37 CFR 1.312.

714.16(d) - - Revised to indicate that if an amendment under 37 CFR 1.312 has been
filed directly with the TC, the paper should be forwarded to the Publishing
Division to be flagged in PALM.' The paper and the file will be matched
- -and returned to the TC for processmg - =

714.19 Additional examples added to 111ustrate the types of amendments that are
R -ordmarrly demed entry I : '
71420 Rev1sed to: mclude an example d1rected to amendments f11ed after March
: 1, 2001. : : o
714.22 Revised to reflect amendment to 37 CFR 1.121.
714.22(a) New seetion added to address -amendments consolidating all claims.
715 Revised to reflect amendment to 37 CFR 1.131 and added discussion

regarding when a U.S. patent application publication is available as prior
art under 35 U.S.C. 102(e)

715.01(a) The t1t1e of th1s section has been rev1sed to read “Reference Is a Joint
Patent or Published Apphcatlon to Apphcant and Another.”

715.01(d) New section added to address the use of an afﬁdav1t or declarauon under
- 37 CFR 1.131 to overcome a rejection based on an activity showing that
the claimed invention was used or known prior to the ﬂhng date of the
- apphcatlon ‘ = -

715.04 ‘_: i ReVIsed to mdlcate that a party quahfled under 37 CFR 1. 42 1.43, or 1.47
.. - . may make an affidavit or declaration under 37 CFR 1.131.

715.05 - ~The title of ;thi.s‘ section has been changed to read. “U.S. Patent or
-+ -+ Application Publication €Claiming Same Invention.”
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715.07(c)
716

716.08

718

719.03

720

724.04

724.04(a)

724.06

Revised to reflect amendment to 35 U.S.C. 104,
Revised to reﬂect amendment to 37 CER 1. 132

Revised to include updated reference to MPEP. § 2107.02 and $2107.03
regarding the utility examination guidelines. : _

Revised to reflect amendment of 37 CFR 1.130.

Revised to include a discussion of classification history box entries.

Revised to reflect amendment to 37 CFR 1.292 and to indicate that a
petition under 37 CFR 1.292 shouId be dlrected to the Office of Patent

.Legal Administration:

Rev1sed to indicate that prior to publication, an original application is not
open to the public under 35 U.S.C. 122(a).

The procedures for treating materials submitted under MPEP § 724.02 in

- an application covered by 35US8.C. 122 have been revised.

Rev1sed to reflect amendment of 37 CFR 1.59.

CHAPTER 800

804

804.02

804.03

Revised to indicate that the type of double patenting rejection based on In
re Schneller is tare and is limited to the particular facts of the case. Charts

I-A, I-B, II-A, and II-B have been-revised and charts III-A and III-B have

been added to address conflicting claims between application and a
published application. Added a discussion of the holding in Eli Lilly &
Co. v. Barr Labs., Inc. Also revised to indicate that the decision in In re
Schneller did not establish a rule of general application and thus is limited
to the particular set of facts set forth in that decision. If an examiner - °
determines that a double patenting rejection based on Schneller is
appropriate in the application, the examiner should consuit with his or her

-.SPE and if the SPE agrees, then the approval of the TC Director must be

obtained before such a double patenting rejection can be made.

Two new subsections added to address terminal disclaimer required
despite request to issue on common issue date, and disclaiming multiple -
double patenting references.

Revised to reflect amendment to 37 CFR.1.130. A new subsection added

to address identifying commonly owned cases or determining invention
priority.
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804.04

819

821

The title of thlS section has been changed to read “Subm1s51on to
Technology Center Director.” :

Revised to.indicate that applicant cannot as.a matter of right, switch
inventions by filing an' RCE.

Revised to indicate that the examiner should clearly set forth in the Office
action the reasons why the claims withdrawn from consideration are not
readable on the elected invention. . Applicant may traverse the requirement
and if the requirement for restriction is made final by the examiner,
applicant may file a petition under 37 CFR 1.144 for review of the
restriction requirement. Examiners should no longer make a rejection
under 35 U.S.C. 112, 2™ paragraph where there is disagreement between
the examiner and applicant as to Whether certain clalms are readable on the

- elected invention.

CHAPTER 900:

901.02

901.03

001.04(a) -

901.05(c)

902.03(a)

902.03(b)

902.03(c)

Revised to indicate that if an abandoned application was previously
published under 35 U.S.C. 112(b), that patent application publication is
available as prior art under 35 U.S.C. 102(a) and 102(b) as of its patent '
application publication date because the patent application publication is
considered to be a “printed publication” within the meaning of 35 U.S.C.
102(a) and 102(b).

. Revised to indicate that pending U.S. applications filed before November
29, 2000, which are not voluntarily published and applications filed on or

after November 29, 2000, which have not been published are generally
preserved in confidence:. Added a discussion regardmg 18- month

. pubhcauon of patent apphcatlons

A new section has been added to .-address kind codes. .-

Revised to indicate that foreign patents are available to the examiners from

- the USPTO’s automated search tools such as EAST, WEST and FPAS.

New sectlon d1rected to Patent Cla331ﬁcat10n Home Page on the Intemet

New section dlrected to Patent Class1ﬂcat10n Home Page on the USPTO
Intranet. :

- New section directed to Class1flcatlon In31ght on USPTO Local Area

Network (LAN).
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902.03(e)

902.04(a)

903.07

903.08(d)

903.08(¢e)

903.08(g)

New section directed to Automated Search Tools: EAST and WEST.

Revised to indicate that the reclassification alert report is updated quarterly
and is available to USPTO personnel online from the Classification Home
Page. '

Revised to indicate that U.S. patents cannot be classified in subclasses
beginning with “FOR” since there are exclusively for foreign patents. .

Revised to set forth transfer procedures where the transfer is between art
units within the same Technology Center, and transfers between different
Technology Centers. - '

The title of this section has been changed to read “General Guidelines
Governing the Assignment of Nonprovisional Applications for
Examination.”

The title of this section has been changed to read “Transfer to Another
Technology Center After Decision.”

CHAPTER 1000:

1001

1002

1002.02(b)

1002.02(c)

Revised to reflect amendments to 35 U.S.C. 2 and 3(a) and 3(b).

Revised to reflect amendment to 37 CFR 1.181. Revised to indicate that
the 2-month time period in 37 CFR 1.181(f) applies to petitions under any
section that does not specify the time period within which a petition must-
be filed (e.g., 37 CFR 1.182 and 1.183).

The title of this section has been changed to read “Petitions and Requests
Decided by the Office of the Deputy Commissioner for Patent
Examination Policy.” Revised to update list of petitions and requests

decided by the Office of the Deputy Commissioner for Patent Examination
Policy.

The title of this section has been changed to read “Petitions and Requests
Decided by the Technology Center Directors.” Revised to update list of
petitions and requests decided by TC Directors.

1002.02(c)(1) The title of this section has been changed to read “Petitions Decided by the

Director of Technology Center 3640.”

1002.02(c)(2) The title of this section has been changed to read “Petitions Decided by the

Director of Technology Center 1600.”
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1002.02(c)(3) The title of this section has been changed to read ‘“Petitions Decided by the

1002.02(d)

1002.02(F) . -

1002.02(k)

1002.02(q)

1002.02(r)

1002.02(s)

1003

1004 -

1005 -

Director of Technology Center 2900.” Revised to update list of petitions
dec1ded by the TC Director of 2900 ,

Rev1sed to update hst of petltlons and matters dec:lded by Superv1sory
Patent Examiners.

Revised to update list of petitions and matters decided by the Chief
Administrative Patent J udge of the Board of Patent Appeals and
Interferences L _

Thls section has been deleted and replaced by new sections 1002.02(k}(1),

1002. 02(k)(2) and 1002. 02(k)(3)

- Rev1sed to update list of pet1t1ons and requests. dec1ded by OIPE.

Revised to update list of petitions and requests dec1ded by the Dlrector of
Office of Patent Publication. :

The title of this section has been changed to read “Petitions and Matters
Decided by the Special Program Examiners in the Technology Centers.”

-The title of this section has been changed to read “Matters Submitted to

Technology Center Directors.” Revised to update list of matters submitted
to-TC Directors.-' . )

Revised to update hst of actions Wthh requlre the attention of a primary

examiner.

‘Revised to update list of actions which may not be signed by an examiner

with partlal mgnatory authonty

CHAPTER 1100

1101

1107

Revised to indicate that art unit 3662 handles applications including a
request for a SIR that are electrical in nature and those that are related to

- computer science. Also revised to indicate that publication of an

application may be a desirable alternative to requesting a SIR since
publication of the application is achieved without any waiver of patent

- Tights.

Revised to set forth the procedures to follow in preparmg a nonpr0v1310na1
application with a SIR request for publication.

CHAPTER 1200:
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1203

1205

1208

1208.03

1211.03

1214.01

1215.01

1216

1216.01

: Rev1sed to reﬂect amendment to 35 U S C.6.:

Rev1sed to reﬂect amendment to 37 CFR 1:191. New subsectron headings
added to address appeal by patent applicant and appeal by patent owner.
Also revised to indicate that the pr0v1s1ons of 37 CFR 1. 550(0) applles to

ex parte reexammatron proceedmgs

Revrsed to reflect amendment to 37 CFR l 193 and to indicate that an
appeal conference is now mandatory in all cases in which an acceptable

- ‘brief has been filed. Upon receipt of the appeal case by the Board of
~ Patent Appeals and Interferences, the Board should review the application

prior to assigning an appeal number to determine whether an appeal
conference has been held. If there is no appropriate indication that an
appeal conference has been held, the Board should return the application
to the approprrate TC Drrector for correctrve action.

Revised to reflect amendment tor 37 CFR 1 193

This section has been added to address remand by the Board to the

-examiner for further search

The material in this section has been rearranged.

Revised to indicate that prior to a decision by the Board, if an applicant

~ wishes to withdraw an application from appeal and to reopen prosecution

of the application, applicant may file an RCE under 37 CFR 1.114.,

Revised to add a new subsectron regardrng Judrcral review of ex parte -

: -reexamlnatlon proceedmgs

A new subsectlon has been added to address the standards of review by the
Court of Appeals for the Federal Circuit. -

CHAPTER 1300:

1302.01

1302.04

Revised to indicate that the abstract should be limited to 150 words.

Revised to indicate that corrections of errors and omissions in the claims.
must be made by a formal examiner’s amendment, signed by a primary

‘examiner and placed in the application file and a copy sent to the
applicant. Also revised to indicate that 37 CFR 1.121(g) permits the

Office to make amendments to the specification, including claims, by
examiner’s amendments without paragraph/sectron/clalm replacement in
the interest of expedrtmg prosecution. .-
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1302.05(a)

Revised to indicate that when the original drawings cannot be located and
the application is otherwise in condition for allowance, a replacement

~ drawing should be obtained from OIPE’S records of the apphcanon as

:.0r1g1nally filed.

1302, 12 Revised to 1r1dlcate that references hsted by the examiner on a PTO-892
form will be indicated with an asterisk in the “Reference Cited” section of
the front page of a patent document. .

130214 Revised to reflect amendment to 37 CFR 1.104(e). A new subsection

- heading directed to applicant’s.comiments on the reasons for allowance has
---beenadded SR C '

1303 - | Rev1sed to reﬂect amendment to 37 CFR 1 311..

1303.01 Revised to 1ndlcate that reference to an issue batch number is no longer
necessary since the Office no longer stores and tracks applications
according to issue batches.

1306 Revised to indicate that applicants may fax post .allowance correspondence
to the correspondence branch in the Office of Patent Publications.

1306.01 Revised to reﬂect amendment to 37 CFR 1 314

1306.03 : Added a new subsectron to address procedures for ordermg an allowed

' application. b
1308 Revised to reflect amendment to 37 CFR 1.313. .New subsections added -
' to address withdrawal from issue at the initiative of the applicant prior to
the payment of the issue fee and after the payment of the issue fee.

1309 Rev1sed to reﬂect amendments to 35 U.S. C 2 and-153.

1309.01 This section has been moved to MPEP Chapter 2700.

CHAPTER 1400:

1402 . Revised to indicatethat in the situation where it is necessary to submit for

the first time both the claim: for prierity and the certified copy of the

E priority document in the reissue application, and the utility or plant
- application which became the patent to be reissued was filed on or after
‘November 29,2000, the reissue applicant will have to file a petition for

unintentionally delayed priority claim under 37 CFR 1. 55(0) in addition to
filing a reissue application. :
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1410

1410.01

1411

1412.03

1412.04

1413

1414 -

1414.01

1415
1416

1417

1418

. Revised to indicate that a re-typed specification is not acceptable in a

reissue application. The full copy of the printed patent in double column
format must be used. Also revised to indicate that if the patent is not

- assigned, the reissue applicant should. afflrmauvely state that the patent is -
-not assigned.

Revised to reflect amendments to 37 CFR 1.172 and 3.73.

Revised to reflect amendment to 37 CFR 1.173 and to indicate that for
reissue applications filed on or after November 7, 2000, the application
must be furnished in the form of a copy of the printed patent in double
column format with one page of the patent appearing on only one side of
each individual page of the specification of the reissue application.

Added a new subsection to address the oath or declaration requirements.in
a broadening reissue application.

Revised to indicate that where a reissue application seeks to correct

- inventorship in the patent and the inventors sign- the reissue oath or

declaration, the correct inventive entity must sign the reissue oath or
declaration.

Revised to reflect amendments to 37 CFR 1.173(a)}(2) and (b)}(3). Also
revised to indicate that the prior reissue practice of transferring drawings
from the patent file has been eliminated, since clean photocopies of the -

printed patent drawmgs are’ acceptable for use in the printing of the reissue
patent

-Revised to reflect amendment to 37 CFR 1.175.

Added a new subsectlon o address supplemental oath or dcclaratlon ina
broadening reissue.

The title of this section has been changed to read “Reissue Filing Fees.”
Revised to reflect amendment to 37 CFR 1.178.

Added a new subsection to address the situation where a priority claim
under 35 U.S.C. 119(a)-(d) is newly perfected in the reissue application.

The title of this section has been changed to read “Notification of
Prior/Concurrent Proceedings and Decisions Thereon, and of Information
Known to be Material to Patentability.” Also revised to indicate that 37 - -
CFR 1.178(b) requires reissue applicants to call to the attention of the
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Office any prior or concurrent proceeding in which the patent (for which

| reissue is requested) is or was 1nv01ved and the results of such

e proceedlngs o

1430 - L Rev1sed to mdlcate that the filing of a request for continued examination
{RCE) under 37 CFR 1.114 of a reissue application will not be announced
in the Oﬁ”tczal Gazette

1440 Rev13ed to reﬂect amendment to 37 CFR 1. 176

1441 The title of ﬂ'llS sectlon has been changed to read “Two-Month Delay

. Period.” ; . _ . :

1441.01 A‘dded new-section to address protest in reissue applications.

1450 Revised to reflect amendment to 37 CFR 1.176.

1451 Revised to reﬂect amendment to 37 CFR 1.177.

1452 Added new section to address request fer contmued examination of reissue
application. .- .- . : :

1453 - Revised to reflect amendments to 37 CFR 1.121(h) and 1.173(b) to (g),

" regarding the manner of making amendments in reissue applications.
1455 The material regarding transfer of drawings has been deleted. Revised to
o indicate that changes to:the specification, including the claims, made by

the Office in an examiner’s amendment may be made by specific
instructions to insert or delete subject matter set forth in the examiner’s
amendment pursuant to 37 CFR 1.121(g). Added a new subsection to
address final review of the reissue application by the examiner.

1470 Added a new section to address public access of reissue applications.

1480 Revised to reflect amendment to'37 CFR 1.322. Added a new subsection
to address third party 1nformat10n on mistakes in patent

1481 Rev1sed to reﬂect amendments to 37 CFR 1. 323 and 1.324.

1490 .ReV1sed to add new subsectlon headmgs

CHAP’I‘ER 1500

1502;01 o Rev1sed to 1dent1fy add1t1onal d1fferences between des1gn and utility patent

applications.
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1503.01 - - Revised to reflect amendment to 37 CFR 1.154.

1503.02 Revised to reflect amendment to 37 CFR 1.152. Revised to indicate that
:  the Office is sua sponte waiving the requirement of 37.CFR 1.84(a)(2)(iii)
- for a black and white photocopy of color drawings or color photographs.

1504.02 . Revised to reflect amendment to 35 U.S.C. 102..
1504.03 - Revised to reflect amendment to 35 U.S.C. 103.

1504.04 -Rewritten to indicate that when an amendment affecting the claim is
submitted that introduces new matter into the drawing, specification, or
title and a rejection under 35 U.S.C. 112, 1* paragraph is made, the

- examiner should specifically identify in the Office action the subject
matter which is not considered to be supported by the original disclosure.
- A statement by the examiner that merely. generalizes that the amended
drawing, specification, or title contains new matter is insufficient.

1504.06 The discussion regarding a nonstatutory double patenting rejection based . -
on In re Schneller has been deleted.

1504.20 - Revised 1o indicate that in the absence of a statement in the design
: application as originally filed incorporating by reference the disclosure of
an earlier filed application, the disclosure in a continuing application may
not be amended to conform to that of the earlier filed application for which
priority is-claimed. A mere statement that an application is a continuation
or division of an earlier filed application is not an incorporation of
anything into the application containing such reference for purposes of
' satlsfymg the disclosure requlrements of 35 U S C 112, 1St paragraph.

150430 . - New section added to set forth the expedlted examination procedures for
: design applications. : -

Chapter 1600:

1601 Added language describing the rights associated with a plant patent, the -
term of a plant patent, and the publication of plant patent apphcatlons
pursuant to 35 U.S.C. 122(b) :

1603 Revised to reﬂect amendment to 37 CFR 1.163(b). Also revised to

indicate where information pertaining to the oath or declaration,
specification, claims, and drawings is located in' MPEP Chapter 1600.
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1605

16067 .. -

1612

Removed plant color coding sheet (Form PTO/SB/20) and reference
thereto. Added indication that the Latin name of the genus and species of
the plant claimed should be stated.

Revised to indicate that if the drawings or photographs'are in color, two
- copies of the drawings or photographs are required. - Also revised to

indicate that the requirement under 37 CFR 1.165(b) for a black and white
photocopy of any color drawing or photograph has been waived.

. The list of states that afe party to the UPOV Convention has been updated.

Revised to indicate that the United States adheres io the 1991 text of the

- UPOV Convention and has a reservation under Article 35(2) of the text
*(which allows plant patents rather than breeder’s rights certificates).

1613

- New sectlon added to reflect addition of 35 U S. C 119(t), and to explain

. that an application for a plant patent may rely upon an application for plant
- .breeder’s rights filed in a WTO member country (or in a foreign UPOV
- Contracting Party) for priority under 35 U.S.C. 119(a) through (c).

Chapter 1700: .

1701

Added language to indicate that no USPTO employee may pursue a bounty

- offered by a private sector source for identifying prior art, and that
~acceptance of payments from outside sources for prior art search activities
- may sub] ect the employee to adtmmstrattve dtsc1p11nary action.

1703

Rewntten to update the descmptlon of the Ojf'ﬁczal Gazette and the

mformatton pubhshed therem

1730 - -

‘ Updated desenptton of general 1nformat10n ava:tlable on the USPTO

Internet site. Updated information pertaining to patent related databases,
and added description of the Patent Applications Database. Added
language describing the Patent Electronic Business Center, including
Patent Application Information Retrieval (PAIR) and the Electronic Filing
System (EFS). Updated and reorganized format of information under the
heading “Miscellaneous.” . :

CHAPTER 1800:

Intro

1301

Updated to mdlcate information available from the web31te of the World
Intellectual Property Organization (WIPO).

Revised to reference the WTO administered Agreement on Trade-Related
Aspects of Intellectual Property (TRIPS Agreement).
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1803

1807 :

1811

1812
1817

1820

1821

1823.02

1825

Revised to indicate that if the United States isthe only PCT Contracting
State designated in an international application, the international
application will not be published by the International Burean (IB) at 18
months. Nonetheless; the USPTO will publish the application under 35
U.S.C. 122(b) after it has entered the national stage in the United States.

Revised to indicate that the PCT Applicant’s Gutde can be Vlewed or
ordered online from WIPO’s website. - S

Updated to make reference to the procedure for receiving the international

- -application on behalf of the International Bureau under PCT Rule 19.4-

when the USPTO is not a competent receiving Office for the international
application under PCT Rule 19.1(a), but at least one apphcant is a resident
or national of any PCT Contractmg State

Revised to include a: reference 1o the: PCT EASY software
Revised to include all PCT Member States as of August 15, 2001.

Revised to indicate that the Chief Executive Officer, Chief Operating
Officer, and Chief Financial Officer of an organization are presumed to
have authority to sign-on behalf of the organization. Alsorevised to
indicate that the Office no longer requires proof of authority of the legal
representative of a deceased inventor. '

Revised to reflect amendment to:37 CFR 1.434.- Revised to indicate that
reduced fees are payable in respect of an international application
containing the request in PCT-EASY format filed, together with a PCT-
EASY diskette, with a receiving Office which accepts the filing of such
international applications. - Also revised to indicate that the Request may
not contain any matter that is not specified-in PCT Rules 4.1 to 4.17 or
permitted under PCT Rule 4.18(a) by the Administrative Instructions.

- Revised to-discuss ex officio correction of the agent 8 flle reference in
-view of Helfgott & Kams P. C V. chkmson :

Rev1sed to mclude gmdelmes on how to quahfy for paying a reduced basic
fee (when filing an international application with a lengthy sequence

listing) by filing the sequence listing on.compact disc with no paper copy. -

Revised to indicate that if the drawings contain text matter not in English
but in a language accepted under PCT Rule 12.1(a) by the International
Bureau as a Receiving Office, the international application will be

- transmitted to the International Bureau for processing in its capacity as a. -
- Receiving Office, and that if the drawings contain text matter not in a

language accepted under PCT Rule 12.1(a) by the International Bureau as
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1826 -

1827

1828

1836

1840

1847

1848 -
1851

1857.01 -

o "aReceiving Ofﬁce, the applxcanon will be denied an mtemauonal filing
- date, : : ‘

Revised to indicate that U.S. national practice (37 CFR 1.72(b)), like PCT

“practice, now allows a maximum of 150 words in the abstract.

Revised to indicate that a complete list of Patent. Cooperation Treaty fee -
amounts can be found on the PCT Legal Office page of the USPTO web
site.

N Revised in view of. ainended PCT Rule 4.10. An applicant may claim the

priority.of an application filed in or for:a State -which is a Member of the

-~ World Trade Organization (WTQO), even if that State is not party to the

Paris Convention for the Protection of Industrial Property (Paris
Convention). However, a PCT Contracting State that is not a Member of
the WTO would not be obliged to recognize the effects of such a priority

claim.

Updated the discussion of “obvious errors” to indicate that the improper
- .- identification of the application number has been held to be an “obvious-
-error” under:PCT Rule-91 when the applicant did include the proper
- agent’s file reference and other mformatlon properly identifying the

application file.

Revised to reflect amendment to 35 U .S C. 362. | Revis.ed to add India and

-South Africa to the list of States (countries) for which the USPTO will act
- as an International: Searchmg Authonty

Rev1sed to reﬂect amendment to 37 CFR 1. 446 Rev1sed to explaln refund

.. of the search fee under 37 CFR 1.446(d). Also revised to explain refund
of the handlmg fee under 37 CFR 1. 446(6) :

Rev1sed to reference USPTO guldellnes for acceptmg 1ntemat10na1
applications with lengthy sequence listings under Part 8 of the
Administrative Instructions. The gu1de11nes have been reproduced in

- MPEP § 1823 02.:.

.‘ Rev1sed to 1nd1cate how Standard ST 16 can be located on WIPO’

website. Updated the discussion of kind codes appearing on documents

- published by the: USPTO and’ by other patent offices located throughout :
‘the world. :

- New sectlon added to explam when an mtemaﬂonal pubhcaﬁon published
under PCT Article 21(2)(a) is avallable as a reference as-of its
- international filing date. :
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1864.02 - .

1865 -

1870

1878

1879 -

1890
1893
1893.01

1893.01(a)

1893.01(b)

1893.01(e)

| ‘Updated .to include revised PCT Rule 54.1 ... -+ =

g Revised to ineldde India and:South Africa in the list of countries for whose

residents and nationals the USPTO will serve as an International
Preliminary Examining Authority if the U.S. was the International
Searching Authonty

Updated to include rev1sed PCT Rule 66 ’7

Revised to indicate that two COpleS of each newly 01ted reference should
be included inthe PCT Chapter II file when it is sent to PCT Operations.”
for the mailing of the form PCT/IPEA/408:: Updated to discuss the ttme
limits (PCT Rule 69.2) for the IPEA to establish the international

. preliminary examination report (IPER). Revised toindicate that as a

general rule, a 1-month time limit for reply to the wriiten opinion should
be set by the examiner if the written opinion (Form PCT/IPEA/408) has: '

- not been completed by the examiner within 24 months followmg the

5 113

application’s “priority date.”

Revised to discuss the time limits (PCT Rule: 69.2) for the IPEA to
establish the international prehrmnary examination report ([PER)

Revised to reﬂect that the DO/EQ, and not OIPE, mails the notice of
acceptance and the filing receipt to the applicant when the national stage
application is complete ' = $ i '

- Revised to crOsS’—.reference MPEP § 1895.01, subsection (E) and MPEP §

1896 for discussions of when the filing date of an international application
is to be taken into: account in determining patentability or validity.

Revised to discuss the avatlablhty of patents as pr10r art under 35U.S. C
102(e). R o

Revised to reflect amendment to 35 U.'.S'.C. 371 |

Revised to reflect amendment to 37 CFR 1.494.

Revised to reflect amendment to 37 CFR 1.495.

‘Revised to-reflect-amendment to -3.7..GFR' 1..497. Updated Ito Cross-

reference MPEP § 409.01(b) and to indicate that the:Qffice no longer
requires proof of authority of the legal representattve of a deceased or

: legally mcapacnated inventor...
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1893.03

1893.03(a)

1893.03(c)

1893.03(e)

1895

1895.01

1896

Updated to include the text of 37 CFR 1.496. Revised to include a
discussion of the reduced basic national fee payable if an application .~
includes only claims which have been indicated in an IPER prepared by

- the USPTO to satisfy the criteria of PCT Article 33(1)-(4). Revised to

indicate that applications in which the reduced basic national fee has been
paid will be taken up out of order by the examiner.

Revised to include a discussion of a submission pursuant to 35 U.S.C.
154(d)(4) for establishing an effective date for provisional rights resulting

from the filing of a PCT application.

Section titled “The Certified Copy” has been revised to indicate that the

-requirement for the certified copy of the priority document is set forth in

37 CFR 1.55(a)(2). Section titled “Priority Claim Under 35 U.S.C. 119¢(e),
or 120 and 365(c)” revised to reflect revisions to 37 CFR 1.78.

- Revised to indicate that it is improper for the examiner of the U.S. national
-stage application to require an abstract on a separate sheet during national

stage processing of an international-application.

" Revised to include the requirement for an indication whether the prior
~PCT international application was published under PCT Article 21(2) in

English in the first sentence of the specification if the continuing U.S.

- national application was filed on or after November 29, 2000.

Revised discussion under heading “E. Filing Date For Prior Art Purposes
Under 35 U.S.C. 102(e).” Revised the suggested language for the first
sentence of an application filed under 35 U.S.C. 111(a) to include the

.. language “...published in English under PCT Article 21(2)...” when the
- application claims priority to an international application.

Revised to include a discussion of PCT Axticle 64(4). Section titled
“Effective Date as a Reference” revised and expanded to include
subsections titled “Publications Under 35 U.S.C. 122(b) as References” -

. and “U.S. Patents as References,”

CHAPTER 1900:

1901

1901.05

Revised to reflect amendment to 37 CFR 1.291. Revised to indicate that
all protests must be submitted prior to the publication of the application or.
the mailing of a notice of allowance, whichever occurs first.

Revised to indicate that original applications.are required by 35 U.S.C.

122 to be kept in confidence unless published pursuant to 35 U.S.C.
122(b). Revised to indicate that after an application is published pursuant
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to 35 U.S.C. 122(b), a copy of the file wrapper of the published
application may be requested by filing a written request under 37 CFR
1.14(c)(2) including the fee as set forth in 37 CFR 1.19(b)(2).

CHAPTER 2000:
2001 - Revised to reflect amendment to 37 CFR 1.56.

2001.04 ‘ Updated to include a. cross—reference to MPEP § 609 Updated discussion
of withdrawal from issue under 37 CFR 1.313. Added a discussion of
duty of disclosure in continuation-in-part applications under 37 CFR
:1.56(e). Revised to indicate that the Office may order or conduct
reexamination proceedings based on prior art that was cited but whose
relevance to patentability of the claims was not discussed in any prior
related Office proceeding.

2004 Cross-reference to MPEP § 2165-2165.04 added for additional
information about the best mode requirement. Added discussion of
Semtconductor Energy Laboratory Co.v. Samsung Electromcs Co.

2005 - - New section comparing meaning of * ‘material to patentablhty’ under 37
- CFR 1.56 with meaning of “reasonably necessary to properly examine or
treat the matter” under 37 CFR 1.105: :

Chapter 2100:

2106 ~ . Revised to add examples of inventions that have a practical application -
-because they produce a useful, concrete and tangible result. - Also revised
to-indicate that software aspects of an invention may be described
.. functionally, and that merely using a computer to-automate a known
- process does not by itself impart nonobviousness to an invention.

2107 Rewritten to incorporate guidelines for examination of applications for
- compliance with the utility requirement (utility examination guidelines).
Material prev10ust in this sectlon moved to MPEP § 2107.01.

2107.01. -+ Revised to 1nc0rporate material previously in MPEP § 2107, and to update
S information for consistency with utility examination guidelines. Material
previously in this section moved to MPEP § 2107.02.
2107.02 :  Revised to incorporate material previously in MPEP § 2107.01, and to
- update information for consistency with utility examination guidelines.

- Material previously in this section moved to MPEP § 2107.03.

2107.03 New section added to incorporate material previously in MPEP § 2107.02.
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2111.02 -

2111.03

2125
- 2133.03(c)

2136

2136.01

2136.02

2136.03

Rewritten to clarify that the preamble has the import that the claim as a
whole suggests for it, and to discuss the determination of whether claim
preamble recitations are structural limitations or mere statements of
purpose or use,

Revised to explain that for the purposes of searching for and applying
prior art under 35 U.S.C. 102 or 103, absent a clear indication in the

specification or claims of what the basic and novel characteristics actually

are, the term “consisting essentially of” will be construed as equivalent to
“comprising.” Also revised to clarify the interpretation of transitional
phrases such as “having” and “composed of” in view of recent Federal

‘Circuit decisions.

Revised to add discussion of recent Federal Circuit decision.

" Revised to add discussion of recent Federal Circuit decisions.

Revised to reflect amendment to 35 U.S.C. 102(e). Specifies that when

examining any application filed on or after November 29, 2000 or any
application that has been voluntarily published, the application is subject

.. to the current version of 35 U.S.C. 102(e), whereas when examining any
- application filed prior to November 29, 2000 which has not been

voluntarily published, the application is subject to the former version of 35
U.S.C. 102(e).

Revised to reflect amendment to 35 U:.S.C. 102(e). Also revised to
- indicate that for applications filed on or after November 29, 1999, a
- provisional rejection under 35 U.S.C. 102(e)/103 is not proper if the

application contains evidence that the application and the prior art

‘reference were owned by the same person, or subject to an obligation of

assignment to the same person, at the time the invention was made.

Revised to reflect amendment to. 35 U.S.C. 102(e). Also revised to

indicate that for applications filed on or after November 29, 1999, a

rejection under 35 U.S.C. 102(e)/103 is not proper if the application
contains evidence that the application and the prior art reference were
owned by the same person, or subject to an obligation of assignment to the
same person, at the time the invention was made.

Revised to reflect amendment to 35 U.S.C. 102(e). Revised to indicate the
prior art date of an application publication under 35 U.S.C. 122(b) that
claims the benefit of the international filing date of an international
application; the prior art date of an international application publication;
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2136.04
2136.05
2137.01
2138

2138.04

2138.05

2143.01

2163
2163.02
2163.03

2163.04

2163.05

2163.07 -
2163.07(a)

2164.06(2)

2164.07

and the prior art date of a U.S: patent granted on an international :
application that met the requlrements of 35 U S. C 371(0)( 1), (2), and (4)

Rev1sed to reﬂect amendment to 35 U.S.C. 102(e)

Rev1sed to reflect amendment to- 35 U S.C. 102(e)

Revised to 1nd1cate that a request under 37 CFR 1.48(a) is required to
correct any error in naming the inventors.

Rewritten to clarify when subject matter qualifying as prior art under 35

- US.C. 102(g) may form the bas1s for an ex parte rejectlon

Revised to add discussion of recent Federal C1rcu1t dec1310n

Revised to add discussion of recent Federal Circuit decisions explaining
that recognition-of the invention by another may inure to the benefit of the

mventor.

Revised to add discussion of recent Federal Circuit decision.

Rewritten to incorporate guidelines for the examination of patent
applications under the'35U.S.C. 112, 1% paragraph, written descnptwn
requirement (written description guidelines).

Revised to be consistent with the written-description guidelines. -

Revised to be consistent with the written description guidelines.

Rewritten to clarify the burden on the examiner with regard to the written

~ description requirement and updated for cons1stency w1th the written

description guidelines.

‘Revised to clarify how broadening a claim can raise an issue regarding

whether the inventor had possession of a broader, more generic invention.
Also updated for consistency with the written description guidelines.

Added discussion of recent Federal Circuit decision.
Added an explanation of the evidence necessary to establish inherency.
Added discussion of reeent Federal Circuit decision.. @ -

Updated for consisténcy with the utility examination guidelines. . -
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2165
2165.01

2173.02

- 2173.05(¢c)

2173.05(e)

2173.05(h)

2173.05(i)

2173.05(m)

2173.05(0)
2181
2182 -

2183

2184

- Added discussion of recent Federal Circuit decision.

Added discussion of recent Federal Circuit decisions.

Added discussion indicating that in reviewing a claim for compliance with
350.5.C. 112, an_paragraph, the examiner must consider the claim as a
whole to determine whether the claim apprises one of ordinary skill in the
art of its scope.

Revised to clarify that while a single claim that includes both a broad and
a narrower range may be indefinite, it is proper under 35 U.S.C. 112,
second paragraph to present a dependent claim that sets forth a narrower
range for an element than the range set forth in the range from which it
depends. : '

Added language indicating that a claim is not per se indefinite if the body
of the claim recites additional elements that do not appear in the preamble.

Revised information under the “Subgenus Claim” heading to indicate that
genus, subgenus, and Markush-type claims, if properly supported by the
disclosure, provide acceptable ways to present claims of different scope.

Added language indicating that if alternative elements are positively
recited in the specification, they may be explicitly excluded in the claims.

Revised to clarify when claims are rejected as prolix.

Revised to indicate that there is no per se rule that “double inclusion™ is
improper in a claim.

Revised to incorporate supplemental examination guidelines for
determining the applicability of 35 U.S.C. 112, 6™ paragraph.

Added language indicating that the specification need not describe the
equivalents-of the structures, material, or acts corresponding to the means-
(or step-) plus-function element. :

Added factors that will support a conclusion that a prior art element is
equivalent to the corresponding element disclosed in the specification.

Updated for consistency with the supplemental examination guidelines for

determining the applicability of 35 U.S.C. 112, 6™ paragraph.

CHAPTER 2200:
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.

2201

2202

2206

2210

2212

2214

2217

2219

2220

2222

2226

Revised to identify:the statutes and rules that pertaln to mter partes

_Teexamination proceedln gs

Rev1sed to reflect amendment to 37 CFR 1. 501

Revised to indicate that prior art citations received in the Office will be
forwarded to the Technology Center (TC) that currently examines the class
and subclass in which the patent to which the prior art citations are
addressed is classified as an original. Notification to the patent owner that
a citation of prior art has been placed in the file wrapper has been modified
to provide a check box for specifying-whether the citation of prior art has

-been placed in the patent file wrappet or in the reexamination proceeding

file wrapper. Revised to indicate that any unusual problems concerning
the citation of prior art by the patent owner should be brought to the

© afttention of the Ofﬁce of Patent Legal Admmlstratlon

Updated to- melude rev1sed 35 U S. C 3()2 Updated to anlude revised 37

CFR 1.510, including the revision to.37 CFR 1 510(b)(4) which requires a
00py of the entire patent in double column format

Rev1sed to reﬂect amendment to 37 CFR 1. 510(a)

Revised to reﬂect amendments tor 37 CFR 1. 510(a) and (b) Revised to

indicate that, when filing a request for the ex parte reexamination of a
patent, a copy of the patent including the front face, drawings, and

- specification/claims (in-double-column format) is required.- Updated to-
-include revised. form PTO/SB/57 (also referred to as form PTO 1465).

Rev1sed to reﬂect amendments to 35 U.S. C 102(e) and (g)

- Revised to indicate that the copy of the patent for which reexamination is .

requested should be.provided in a double column format. .

Revised to indicate that a third party requester must serve a copy of the

- request on the patent owner; and that both the copy of the request served

on the patent owner and the copy of the request filed in the Office must

~ include a certificate of service. The third party requester must set forth on

the certificate of service the name and address of the palty Served and the
method of service. : -

- “Dissemination Serv1ces Division” changed to ~—Document Services
Division-- : TR S

Revised to indicate that the reexamination preprocessing staff, which
handles the opening of all mail marked “Box Reexam,” and all initial
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2227

2228

2229

2232 -

2233

2234 -

2235

2236

2239

2239

clerical processing of requests for reexamination, is now-located in the
Office of Patent Legal Administration, Central Reexamination Unit
(CRUY), rather than in the Office of Initial Patent Examination (OIPE).

See 2226 above.

. See 2226 above.

See 2226 above.,

Revised to include new proc'édureS' for public access to reexamination files
in view of the availability of electronically scanned files from the
Reexamination Processmg System (REPS)

Revised to indicate that the workmg groups in the Technology Centers
(TCs) have designated the legal instrument examiners to act as

- reexamination clerks, as part of their assigned duties, and thus to perform

those clerical duties and responsibilities in the groups which are unique to
reexamination. The TC Special Program Examiners (SPREs) and
Paralegal Specialists have the responsibility to oversee clerical processing
and serve as a resource for questions. Revised to cross-reference MPEP

© § 2236 and to indicate that reexamination requests are assigned to an
" examiner other than the examiner who was 1nv01ved in the examination of

the patent apphcatlon

Revised to reﬂect amendments to 37 CFR 1.121 and 1.530. Revised to

‘indicate that 37 CFR 1.121(g) does not apply in reexamination

proceedings. Examiners must present the entire claim or paragraph being
amended by examiner’s amendment.

Revised to indicate that recxamination file data can be retrieved using
PAILM Intranet by entering the reexamination control number in the space
provided for an application number.

Revised to explainnew policy for assigning reexamination requests to
examiners. Reexamination requests are to be assigned to an examiner
different from the examiner(s) who examined the patent application.

Revised to reflect amendment to 37 CFR 1.520.

- ‘Updated in view of revised procedure for ordering a reexamination at the

Commissioner’s initiative. If an order to reexamine is 1o be issued, the
decision is prepared in the Office of Patent Legal Administration, signed
by the Deputy Commlssmner for Patent Examination Policy, and mailed
by OPLA.
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2240

2242

2246

2247
2248
2249

2250

2250.01

2250.02

2251
2252

2254

" Revised to réflect amendments to 35 U.S.C. 303 and 37 CFR 1.515.
- Revised to clarify that if a decision to deny an order for reexamination is

made; the requester may seek review by a petition under 37 CFR 1.181.

Revised to include a discussion:of Heinl v. Godici. Updated to indicate
that any situations requiring clarification should be brought to the attention
of the Office of Patent Legal ‘Administration (OPLA): . - -

Revised to reflect amendments to 35 U.S.C. 304 and 37 CFR 1.525.
Revised to indicate that when granting a decision erdering reexamination,
where the question is-raised, or where it is not clear that a patent or printed

- publication pre-dates the patent claims, a discussion should be provided as
~to why the patent or printed publication is in fact avallable against the

patent claims.

Revised what is to be included by the examiner in support of his or her °
conclusion that no substantial new question of patentablhty has been

- .raised- (when denymg a request for reexammatlon)

ReVISed to reﬂect amendment to 37 CFR 1 3 15 Rev1sed to include a
discussion of the procedure for reassigning the recxamination proceedmg

- ifa pet1t1on under 37 CFR 1. 515(c) is granted

' Rev1sed to reﬂect a.mendments to 37 CFR 1. 530(a) (c)

Revised to reﬂect amiendment to 37 CFR- 1 121 Revised the discussion of

- the:manner of maklng amendments in reexamination proceedmgs

Revised to reﬂect amendment to 37 CFR 1 530(d)(3) Rev1sed to indicate

that in the event a figure is canceled, the figure must be surrounded by

~brackets and identified as.“Canceled.” . Updated to include new procedures
for reviewing patent drawings.: A draftsperson’s “stamp” to indicate

approval is no longer required on: patent drawings, and these stamps are no
longer to be used by draftspersons.

New section added to address Correctlon of Inventorshlp during
reexamination proceedlngs ‘

Rev1sed to reﬂect amendment to 37 CFR 1.535.
Revised to reflect amendment to 37 CFR 1.540.

Revised to reflect amendment to 37 CFR 1.550.
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2258

2260

2265

2266

2266.01

2266.03

2268

2271

2271.01

- Revised to reflect amendments to 37 CFR 1.552, 102(e), and 102(g).
" Revised to indicate that, when a request for reexamination of a reissued

patent has been filed, any amendment made by the patent owner should
treat the changes made by the granted reissue patent as the text of the
patent, and all bracketing and underlining is to be made with respect to the

- patent as changed by the reissue. -

Revised to réﬂect a‘meﬁdment to 37. CFR 1.104.

Revised to reflect amendment t0 .37 CFR 1.550(c). Revised to indicate -
that the patent owner is entitled to know the examiner’s ruling on a timely

- response filed after final rejection before being required to file a notice of

appeal. Notification of the examiner’s ruling should reach the patent

-owner with sufficient time for the patent owner to consider the ruling and

act on it.
Revised to reflect amendments to 37 CFR .1.111 and 1.550(b) - (h).

Updated to reflect that, in a reexamination proceeding, the patent owner
cannot file a request for continued examination (RCE) under 37 CFR
1.114. _

Revised to reflect amendments to 37 CER 1.550(f)-(h). Revised to discuss
the requirements of “proof of service” when one party to a reexamination
proceeding serves a paper on another party. - The party submitting the
paper to the Office must attach a certificate of service to the paper. It is

required that the name and address of the party served, and the method of

service be set forth in the certificate of service. Further, a copy of the
certificate of service must be attached with the copy of the paper that is

- served on the other’ party

Rev1sed discussion of petltlons based on unavoidable delay under 37 CFR
1.137(a). Added discussion of petitions based on unintentional delay
under 37 CFR 1.137(b). Added discussion of renewed pet1t1ons under 37
CFR 1.137(a) and (b).

Updated to reflect that, in a reexamination proceeding, the patent owner -
cannot file a request for continued examination (RCE) under 37 CFR
1.114. Revised to state that a patentability review conference is required

before issuing a final rejéction in a reexamination proceeding.

Added discussion of patentability review conferences in detail.
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2272

2273

2275

2279

2281

2282

2283

2284

Updated to reflect that, in a reexamination proceeding, the patent owner
cannot file a request for continued examination (RCE) under 37 CFR
1.114. Revised discussion of the amount of time given to respond to a
final rejection in a reexamination proceeding. If a response to the final
rejection is filed, the time period set in the final rejection is automatically
extended by 1 month if the response is the first response after the final
rejection. The period for response should be appropriately extended in the
examiner’s advisory action if there is insufficient time for the patent owner
to consider the examiner’s ruling and act on it.

Revised to help patent owners identify when they are entitled to appeal a .

- rejection to the Board of Patent Appeals and Interferences. In an ex parte

reexamination of a patent that issued from an original application filed on

- or after November 29, 1999, the patent owner may appeal to the Board
- only after a claim has been finally re]ected

Revised to reflect amendment to 37 CFR 1.193.

Revised to help patent owners identify when they are entitled to appeal a
decision of the Board of Patent Appeals and Interferences to the United
States Court of Appeals for the Federal Cir¢uit (CAFC), and when they are
entitled to appeal a decision of the Board of Patent Appeals and
Interferences to the United States District Court for the District of
Columbia. In an ex parte reexamination of a patent that issued from an
original application filed on or after November 29, 1999, the patent owner

- may appeal only to the United States Court of Appeals for the Federal

Circuit pursuant to 35 U.S.C. 141.

Revised to reflect amendment to 37 CFR 1.560. Revised to indicate that
the Office of Patent Legal Administration (OPLA) may authorize
interviews to take place other than in the Office within Office hours.

Revised to reflect amendment to 37 CFR 1.565(a).

Revised to reflect amendments to 37 CFR 1.565(a) and (¢). The section on
“Merger of Reexaminations” was revised to indicate that in the event that
a housekeeping amendment is required by the merger decision (to place
identical amendments in all files) but is not timely submitted, any claim
that does not contain identical text in all of the merged proceedings should
be rejected under 35 U.S.C. 112, 2" paragraph, as being indefinite as to
the content of the claim, and thus failing to partlcularly pomt out the

- invention.

- Revised to reflect amendments to 37 CFR 1.565(a) and (e). Revised the

section titled “Attempting to Provoke an Interference With a Patent
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2285

2286

2287

- Involved in a Reexamination Proceeding.” The section relating to motions

to suspend under 37 CFR 1.635 was amended to include a discussion of
the relationship between requests to suspend under 37 CFR 1.565(e) and
petitions to invoke the supervisory authority of the Commissioner under
37 CFR 1.644(a)(2). Revised to indicate that petitions to stay filed
subsequent to the date of the order for reexamination will be referred to
the Office of Patent Legal Administration (OPLA) for decision, and that

-all.decisions on the merits. of petitions to stay a reexamination proceeding

because of an interference will be made in OPLA.

Revised to reflect amendment to 37 CFR 1.565(d). Revised to indicate

- that the decision as to whether the proceedings are to be merged, or which
.- proceeding (if any) is to be stayed is made in the Office of Patent Legal
- Administration (OPLA). Revised to indicate that, when a reexamination

of a reissued patent has been requested, any amendment made in the
reexamination proceeding should treat the changes made by the reissue as
the text of the patent, and all bracketing and underlining should be made
with respect to the patent as changed by the reissue. The section titled
“Conduct of Merged Reissue Application Examination and Reexamination
Proceedings” was amended to include a discussion of housekeeping
amendments. ‘The section titled “Conduct of Merged Reissue Application

- Examination and Reexamination Proceedings” was amended to indicate

that once the files are returned to the examiner for issuance of an Office
action, the examiner should prepare an Office action at the most advanced

- point possible for the first proceeding. The section titled “Conduct of
Merged Reissue Application Examination and Reexamination

Proceedings™” was amended to indicate that, in contrast to when a CPA of
the reissue application is filed, if an RCE is filed, the reissue application is
not considered to be expressly abandoned and the merged proceeding will
continue,

Revised to reflect amendment to 37 CFR 1.565(b).

Revised to state that a patentability review conference is required before

issuing a “Notice of Intent to Issue Reexamination Certificate” (NIRC),

unless the NIRC is being issued: (A) following and consistent with a
decision by the Board of Patent Appeals and Interferences (or court) on the
merits of the proceeding; or (B) as a consequence of the patent owner’s
failure to respond or take other action where such a response or action is

‘necessary to maintain pendency of the proceeding and, as a result of which

failure to respond, all of the claims will be canceled. The section titled

“Reexamination Reminders” was revised, in paragraph (J), to indicate that
a draftsperson’s “stamp” to indicate approval of the drawings is no longer
required on patent drawings, and these stamps are no longer to be used by

draftspersons. The section titled “Examiner’s Amendment” was amended
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2288

2289

2290

2293

2296

to include an indication that the exception for examiner’s amendments set
forth in 37 CFR 1:121(g) does not appIy to examiner’s- amendments in’
reexamlnatlon proceedm gs. - _ :

Rev1sed to reﬂect amendments to 35 US.C. 307(a) and 37 CFR 1.570.

. Revised to indicate that after leaving the Technology Centers (TCs), all -

reexamination cases go through a screening process currently performed in
the Office of Patent Legal Administration (OPLA).

Revised to indicate that reexamination certificates published on or after
January 2, 2001 include the kind code designation “C,” and to cross-
reference MPEP § 901.4(a) for a complete list of the kind codes used by
the United States. Patent and Trademark Office.  Updated to include a
reexamination cert1flcate 1nclud1ng the “C” kind code designation.

1Rev1sed to reﬂect amendment to 35 U.S. C 307(b)

Removed the “Reasons for Patentablhty PTOL 476 and the “Removal
of file for copying - PTOL 470" from the list of forms to bé-used in

. reexamination actions.  Added a reference to the “Request for Ex Parte

Reexamination Transmittal Form,: PTO/SB/57 > avaﬂable from the

- USPTO web site.

CHAPTER 2300

2300.01

Revised to reﬂect amendment to 35U.8.C. 135 Amended to cross-
reference MPEP §§ 2309 through 2309.02 for the procedures for
preparation of interference papers by the examiner:: The list of notices and

-comments was revised to- mclude the followmg addltlons -

Final Rule:

49 FR 48416 (Dec. 12 1984) 1050 O G 385 (Jan 29 1985),

Notices of Rulemaking:

64 FR 12901 (Mar.:16, 1999); 65 FR 56792 (Sept. 20, 2000), 1239 0.G.

- 125 (Oct. 17, 2000); 65 FR.70489 (Nov. 24, 2000) 1241 O.G. 68 (Dec.

19, 2000);

Notices: . : :

Admissibility of Electromc Records in Inretferences 1208 O G. 35 (Mar.
10, 1998); Publication of Opinions.and Orders Entered by the Board of
Patent Appeals and Interferences, 1217 0.G. 17 (Dec. 1, 1998);

Interference Practice ~ Interference Rules Which Require a Party to

“Show the Patentability” of a Claim, 1217 O.G. 17 (Dec.1; 1998);
Interference Practice — New Procedures for Handling Interference Cases
at the Board of Patent Appeals and Intelferences, 1217 O.G. 18 (Dec. 1,

1998).
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2301.01(b)

2301.02

2303

2304

2305

2305.04

2306

- Revised to indicate that in determining whether to propose an interference,

the primary examiner must be of the opinion that an interference exists,
and that an Interference Practice Specialist (IPS) may be consulted for
advice.

Revised to reflect amendment to 37 CFR 1.601. Revised to indicate the
USPTO permits an interference between one or more applications and one
or more patents “provided it does not create an interference between

patents.”

Revised to remove the explanation of what is required for the claim in one

‘application to be considered to be drawn to the “same patentable
-invention” as a clalm in a second apphcat}.on

Rev1sed to include a cross reference to MPEP §§ 2309 through 2309.02
for the procedures for preparation of interference papers by the examiner.
Revised to include a reference to 35 U.S.C. 135(b), which bars an

-applicant from copying a claim from an issued patent more than one year
- after the patent has issued, and which now also bars an applicant in a

second application from copying a claim from a first application more than

. one year after the publication date of the first application when the second

application is an application that was filed after the publication date of the
first application.

Revised to indicate that the examiner should ensure that a claim suggested

- to the applicant 1s not barred under 35 U.S.C.. 135(b)(2).

“Publishing Division” changed to --Office of Patent Publication--.
Revised to indicate that the Interference Practice Specialist, and not the
primary examiner, consults with the administrative patent judge during an
interference proceeding.

Revised to reflect amendment to' 37 CFR 1.606. Revised to remove the
explanation of what is required for a claim in an application to be
considered to be drawn to the “same patentable invention” as a patent
claim. Revised to eliminate the statement that 35 U.S.C. 291 grants the
jurisdiction over an interference involving only patents to the courts.

- Revised to remove a discussion of the rebuttable presumption that any

patent claim designated to correspond to a count does not embrace

- separate patentable inventions. Revised to remove the statement that, at

the time an interference is declared, no count will be narrower in scope
than any application claim that is patentable over the prior art and
designated to correspond to the count or any patent c1a1m designated to
correspond to the count. :
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2307 Revised to indicate that 35 U.S:C. 122(b) may bar presenting a claim
drawn to “substantially the same subject matter” as a claim-appearing in a
published application.

2309 Rewrltten to 1nd10ate the steps an examiner should take once a potential
' -1nterference has been 1dent1f1ed ' s o

2309.01 . This section has been deleted.

2309.02 Revised to make reference to the fact that, in order to be entitled to foreign
priority benefit for utility or plant applications filed on or after November
29, 2000; the applicant must submit the priority claim within the time - -
required by 37 CFR 1.55(a)(1) or file a grantable petition, including the
surcharge set forth in 37 CFR 1.17(t), for an unintentionally delayed
priority claim under 37 CFR 1.55(c). Updated to include new form PTO-
850 (revised Nov. 28, 2000). Amended to indicate that if two of the -

- parties-have the same attorney or agent, the examiner will in a separate
memorandum call the attention of the Board. to-that fact when the
Interference Initial Memorandum is forwarded. The administrative patent
judge, when the interference is declared, can then take such action as may
be appropnate under 37 CFR L. 613(b)

2309.05 This section has been deleted

2340 - Revised to delete the statement'that under 37 CFR. 1.640; an administrative
patent judge will address all motions. - Revised-to delete the statement that
a hearing (in person or by telephone)} may be held on a motion in the
- discretion of an administrative patent judge. - :

2358 Revised to indicate that a judgment that does not resolve all counts or that
remands the interference for further proceedings is not:final for purposes -
of judicial review and not immediately appealable to the courts. Revised
to eliminate the statement that the files will be retained at the Board until

-all court proceedlngs have terminated. S

2363 | .. o “Pubhshmg D1V1s10n” changed to -—Ofﬁce of Patent Publication--.
Chapter 2400:. | | | | | |

2401 | Added reference to rev1sed deiaostt rtlles .and rev1sed sequence rules.
2404.0.1. Revised to clarlfy thé 31tuanons under tvhich the Ofﬁee. will certify that.a ”

deposit has been stated to have been made under conditions which make it
available to the public as of the issue date of the patent grant.
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2405

2411.03

2420

2421.03

2422 .03

2422.04

242301
2426

2427.01

2429

Revised to update the list of International Deposuary Authorities

recognized under the Budapest Treaty.

Revised to reflect amendments to 37 CFR 1.136 and 1.809 which indicate
that the period of time within which a deposit may be made is not
extendable if set forth in the “Notice of Allowability” or in an Office
action having a mail date on or after the mail date of such notice. Also
revised to advise applicants to make any necessary deposit well prior to the
payment of the issue fee to leave sufficient time to make the necessary
amendment to the specification. :

Revised to indicate that the sequence rules allow submissions of

nucleotide and/or amino acid sequences and associated information on

: compact discs.

Revised to indicate that applications filed on or after November 29, 2000
will be retained in the Office of Initial Patent Examination until any
noncompliant sequerice listing that renders an application unsuitable for
examination is corrected

Revised 1o reflect amendment to 37 CFR 1.821, and to describe the
requirements for a compact disc submission of a “Sequence Listing.”

Revised to indicate that the “Sequence Listing” submitted pursuant to 37
CFR 1.821(c) , whetber on paper or compact disc, is the official copy of
the “Sequence Listing.” o

‘Revised to clarify how to properly use “modified base” and “modified and
unusual amino acid” codes.

Added information describing how to amend material submitted on
compact disc(s).

Revised to add reference to form paragraphs which should be used when
notifying an applicant that a compact disc submitted in accordance with 37
CFR 1.52(e}) (i.e., containing a computer program listing; Sequence
Listing, or table) does not comply with all the requirements of 37 CEFR
1.52(e). Also revised to renumber the form paragraphs which should be
used when notifying applicant of errors in the Sequence Listing.

Revised to add helpful hmts pertammg toa Sequence Llstmg submltted on
compact disc. : .
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2430

2435

.- Revised to describe the features and avallablhty of PatentIn 3.0 and

PatentIn 3.1.

Added to indicate that, in certain patents and patent application

publications with lengthy Sequence Llstmgs the Sequence Listings will be
pubhshed only in electronic form. '

CHAPT ER 2500:

2501

2506

2510

2511

2515

2520
2522

2530

2540

Revised to reflect amendment to-35 U.S.C. 41. “Office of Public Records
Dissemination Support Division Records Branch” changed to --Office of
Public Records Document Services Division Special Handling Branch--.

Revised to indicate that the filing of a request for ex parte or inter partes
reexamination and/or the publication of a reexamination certificate does

- notalter the schedule of maintenance fee payments of the original patent. -

Revised to explain how to submit maintenance fee' documents by facsimile
or over the Internet as alternatives to mail or “Express Mail.” Revised to

~ indicate that form PTO-2038 should be used for the payment of

maintenance fees by credit card.

This section has been deleted. The subject matter formerly in MPEP §
2511 has been moved to MPEP § 2510.

Revised to reflect amendments to 37 CFR 1 366(c) and (t) Revised to
explain how the Office intends to handle a maintenance fee payment when
the payment is submitted without a clear indication of both the patent and -

- the apphcatlon number to which the payment is to be apphed

Revised to indicate that the USPTO Webs1te may be contacted for current

- maintenance fee amounts I

Revised to indicate that form PTO 2038 should be used for the payment of

" maintenance fees by credlt card

Revised to explam how the Office intends to handle a maintenance fee
payment when the payment is submitted without a clear indication of both
the patent and the apphcatlon number to whlch the payment istobe
applied. - : : : .

Revised to indicate that the “Fee Address” Indication Form PTO/SB/47 is
avallable from the USPTO website. -
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2542

-..Revised to explain that a change of correspondence address made prior to -

the filing of an oath or declaration is made as provided in 37 CFR
1.33(a)(1), whereas a change of correspondence address made after the

- filing of an executed oath or declaration is made as provided in 37 CFR

1.33(a}(2). Revised to indicate that a change of correspondence address
filed during the enforceable life of a patent may be sent to the Office of
Public Records, Document Services Division, Special Handling Branch,
and to suggest the use of form PTO/SB/122 to request a change of
correspondence address in a patent application and the use of form
PTO/SB/123 to request a change of correspondence address in an issued

patent.

2550 Revised in view of the simplified practice for asserting sinall entity status

: under 37 CFR 1.27.

2560 ' “Office of Public Records Dissemination Support Division Records
Branch” changed to --Office of Public Records Document Services
Division Special Handling Branch--. -

2595 Forms PTO/SB/45, and PTO/SB/47 replaced with updated forms.

CHAPTER 2700:

Chapter 2700 Added to address issues pertaining to patent term, term extensions or

2701

2710

2720

2730

2750

adjustments for delays within the USPTO under 35 U.S.C. 154, and term

-~extensions for delays at other agencies under 35 U.S.C. 156.

Added to incorporate and clarify information pertaining to patent terms
and extensions previously appearing in MPEP § 1309.01. Also added
explanation of expiration date of patents with terminal disclaimer.

Added to describe the adjustment (extension} provisions, if any, available
for patents issuing on applications filed in specified date ranges.

.Added to describe patent term adjustment (extension) provisions available
for patents issuing on applications filed between June 8, 1995 and May 28,
2000. _ : o

Added to describe patent terrh adjustment provisions available for patents
issuing on applications filed on or after May 29, 2000.

through 2764 Added to describe policy and procedures relevant to patent term extension

available under 35 U.S.C. 156 and 37 CFR 1.701 through 1.791 for
premarket regulatory review.
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Chapter 100 Secrecy, Access, National Security, and Foreign
Filing

101 General SRR -
102 Information as to Status of an Apphcatmn
103 Right of Public to Inspect | Patent Flles and Some
' Apphcatlon Files
104 = Power to Inspect Appllcatlon _ .
105 - Suspended or Excluded Practltmner Cannot
. Inspect o
106 Control of Inspection by Ass:gnee
106.01 Rights of Assignee of Part Interest
110 Confidential Nature of Internatmnal
- Applications SR
115 Review of Appheatlons for Natlonal Securlty
and Property Rights Issues
120 Secrecy Orders N ,
121 Handling of Appllcatmns and Other Papers
- Bearing Security Markings
130 Examination.of Secrecy Order Cases
140 Foreign Filing Licenses . .. -
150 Statements to DOE and NASA -
151 Content of the Statemerits

101  General

US.C. 122, Confidential Status af appllcatwns,
publacanon of patent applications.

(a) CONFIDENTIALITY.— Except as prowded in. subsec-
tion (b), applications for patents shall be kept in confidence by the
Patent and Trademark Office and no information concerning the
same given without authority. of the applicant or owner unless
necessary to carry out the provisions of an Act.of Congress.or in
such special circumstances as may be determined by the Director.

(b) PUBLICATION.—

(1) IN GENERAL — :

(A) Subject to paragraph - (2) each apphcanon for a
patent shall be published, in accordance with procedures detei-
mined by the Director, promptly after the expiration of a period of
18 months from the earliest filing date for which a benefit is
sought under this title. At the request of the applicant, an applica-
tion may be published earlier than the end of such 18-month
period.

(B) No mformatmn concermng pubhshed patent apph—
catlons shall be made available to the public except as the Director
determines. .

(C) Notwithstanding any other provision of law, a
determination by the Director to release or not to release informa-
tion concerning a published patcnt application shall be final and
nonreviewable.

(2} EXCEPTIONS.—

(A) An application shall not be published:if that apph—

cation is—

(i) ‘no longer pending; -

(ii) subject to a secrecy order under section 181 of
this title; :

100-1

(iii) a provisional apphcanon filed. under- section
lll(b) of this title; or. ‘

(iv) an application for a demgn patent filed under
chapter 16 of this title. ) 7

(B)(i)If an applicant makes 4 request upon filing, certi-

fying that the invention disclosed in the application has not and
will not be the subject.of an application filed in. another country,
or under a multilateral international agreement, that requires pub-
lication of applications 18 months after filing, the application
shall not be published as provided-in paragraph (1).:

(i) An apphcant may rescmd a request made under
clause (i) af any tife, .

' (iii) An applicant who has made a request under
clause (i) but who subsequently files, in a foreign coumntry or under
a multilateral international agreement specified in-clause (i), an
application directed to the invention disclosed in the application
filed in the Patent and Trademark Office, shall notify the Director
of such filing not later than 45 days after the date of the filing of
such foreign orinternational application. A failure of the applicant
to provide such notice within the prescribed period shall result in
the application being regarded as abandoned, unless it is shown to
the satisfaction: of the Director that the delay in- sublmttmg ‘the
notice was unintentional. :

. (iv) If an applicant rescinds a request made under
clause (i) or notifies the Director that an application was filed in a
foreign country-or under a multilateral international agreement
specified-in clause (i}, the application shall be published in accor-
dance with the provisions of paragraph (1) on or as soon ‘as is
practical aft'er the date that is specified in clause (i).- .

*(v) If an applicant has fied applications in one or
more foreign countries, directly or through a multilateral interna-
tional agreement, and such foreign filed applications correspond-
ing to an application filed in the Patent and Trademark Office or
the description of the invention in such foreign'filed applications
is less extensive than the application or description of the inven-
tion in the application filed in the Patent and Trademark Office,
the applicant may submit a redacted copy of the application filed
in the Patent and Trademark Office eliminating any part or
description of the invention in such application that is not also
contained in any of the corresponding applications filed in a for-
eign country. The Director may only publish the redacted copy of
the application unless the redacted copy of the application is not
received within 16 months after the earliest effective filing date
for which a benefit is sought under this title, The ‘provisions of
section 154(d} shall not apply to a claim if the description of the
invention published in the redacted application filed 'under this
clause with respect to the claim does not €nable a person skiiled in
the art to make and use the subject'matter of the claim."

(c} PROTEST "AND PRE-ISSUANCE ©OPPOSITION.—
The Director shall establish appropriate procedures to ensure that
no. protest or other form of pre-issuance opposition to the. grant of
a patent on an application may be initiated after publication of the
application. without the express written consent of the applicant.

- {d) . NATIONAL SECURITY.— No-application for patent
shall ‘be published under subsection (b){(1) if the publication or
disclosure of such invention would be detrimental to the national
security.. The Director shall establish appropriate. procedures to
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101 MANUAL OF PATENT EXAMINING PROCEDURE

ensure that -such apphcanons are. promptly identified and the
secrecy of such inventions is maintained in accordance with chap-
ter 17 of this title.

18 US.C. 2071.
generally.

Concealment, removal, or mutilation

(a) Whoever willfully and unlawfully conceals, removes,
mutilates, obliterates, or destroys, or attempts to do so, or, with
intent to do so takes and carties away any record, proceeding,
map, book, paper, document, or-other thing, filed or deposited
with any clerk or officer of any court of the United States, or in
any public office, or with any judicial or public officer of the
United States, shall be fined under this title or-imprisoned not
more than three years, or both. .

(b) Whoever, having the custody of any such record, pro-
ceeding, map, book, document, paper, or other thing, willfully and
unlawfully conceals, removes, mutilates, obliterates, falsifies, or
destroys the sarne, shall be fined under this title or imprisoned not
more than three years, or both; and shall forfeit his office and be
disqualified from holding any office under the United States. As
used in' this subsection, the term “office” does not include the
office held by any person as a retired officer of the Armed Forces
of the United States.

37 CFR 1.14. Patent applications preserved in confidence.

(a) Confidentiality of patent application information. Patent
applications that have not been published under 35 U.5.C. 122(b)
are generally preserved in confidence pursuant to 35 U.S.C.
122(a). Information concerning the filing, pendency; or subject
matter of an application for patent, including status information,
and access to the application, will only be given to the public as
set forth in § 1.11 or in this section.

(1) Status information is:

. i) 'Whether the application is pendlng, abandoned, or
patented;
(ii) Whether the apphcatlon has been pubhshed under
35U.5.C 122(b); and E
(iii) The application “numerical identifier” which may
be: B
' (A) The eight-digit apphcatlon number (the two-
d1g1t series code plus the six-digit serial number); or
. (B) The six-digit serial number plus any one of the
filing date of the national application, the international filing date,
or date of entry 1nt0 the national stage.
(2} Access is defined as providing the apphcatlon file for
review and copying of any material in the application file. _
(b) When siatus information may be supplied. Status infor-
mation of an application may be supplied by the Office to the pub-
lic if any of the following apply:
(1) Access to the application is available pursuant to para-
graph (e) of this section;
{2) The application is referred to by its numerical identi-
fier in a published -patent document {(¢.g., a U.S. patent, a U.S.
patent application publication, or an international application pub-
lication}, or in a U.S. application open to public inspection
(§ 1.11(b), or paragraph (e)(2){i) or (e)(2)ii) of this section);
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(3) The apphcatlon is a published international applica-
tion in which the United States of America has been indicated as a
designated state; or

{4) The application claims the beneﬁt of the filing date of
an apphcatton for which status information may be provided pur-
suant to paragraphs (b)(1) through (b)(3) of this section.

(c) When copies may be supplied. A copy of an application-
as-filed or a file wrapper and contents - may be supplied by the
Office to the public, subject to paragraph (i) of this section (which
addresses international applications), if a.ny of the followmg
apply:

(1) Application-as leed _

(i} If a U1.S. patent application publlcanon or patcnt
incorporates by reference, or includes a _spec_lﬁc reference under
35 U.S.C. 119(e) or 120 to, a pending or abandoned application, a
copy of that application-as-filed may be provided to any person
upon written request including the fee set forth in § 1.19(b)(1); or

(i) Tf an international application, which designates
the U.S. and which has been published in accordance with PCT
Article 21(2), incorporates by reference or claims priority under
PCT Article 8 to a pending or abandoned U.S. application, a copy
of that application-as-filed may be provided to any person upon
written request including a showing that the publication of the
application in accordance with PCT Article 21(2) has occurred
and that the U.S. was designated, and upon payment of the appro-
priate fee set forth in § 1.19(b)(1).

(2) File wrapper and contents. A copy of the specifica-
tion, drawings, and all papers relating to the file of an abandoned
or pending published application may he provided to any person
upon written request, including the fee-set forth in § 1.19(b)(2). If
a redacted copy of the application was used for the patent applica-
tion publication, the copy of the specification, drawings, and
papers may be limited to a redacted copy.

(d) Power to inspect a pending or abandoned application.
Access to an application may be provided to any person if the
application file is available, and the application contains written
authority {e.g., a power to inspect) granting access to such person.
The written authority must be signed by:

(1) An applicant;

(2) An attorney or agent of record;

(3) An authorized official of an assignee of record (made
of record pursnant'to § 3.71 of this chapter); or '

(4) A registered attorney or agent named in the papers
accompanying the application papers filed under § 1.53 or the
national stage documents filed under § 1.494 or-§ 1.495, if an exe-
cuted oath or declaration pursuant to § 1.63 or § 1.497 has not
been filed.

(e) Public access to a pending or abandoned application.
Access to an -application may be provided to any person, subject
to paragraph (i) of this section, if a written request for access is
submitted, the application file is available, and any of the follow-
ing apply:

(1) The application is open to public inspection pursuant
to § 1.11{b); or

(2) The application is abandoned, it is not within the file
jacket of a pending application under § 1.53(d), and it is referred
to:
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(i) InaU.S. patent application publication or patent;

(i) In another U.S. application which is open to public
inspection either pursuant to § 1. ll(b) or pa.ragraph (e)2)(i) of
this sectlon, or

(m) In an international apphcatlon which de31gnates
the T1.5. and is publlshed in accordance with PCT Article 21(2)

Fok ek

All U.S. Patent and Trademark Office employees

are legally obligated to preserve pending applications |

for patents in conf1dence until they are published or
patented. 35 U.S.C. 122 and 18 U.S.C. 2071 impose
statutory requirements which cover the handling of
patent applications and related documents. Suspen—
sion, removal, and even criminal penalties may be
1mposed for violations of these statutes.

In order to provide, prompt and orderly service to
the public, application files must be readily available
to authonze_d U.S. Patent and Trademark Office
employees at all times. Accordingly, in carrying or
transporting. applications and related  papers, care
must be exercised by U.S. Patent and Trademark
Office employees especrally in corridors and eleva-
tors, to ensure that appl1cat1ons and related papers are
always under employee surveillance and control.
Application files must not be displayed or handled so
as to permit perusal or inspection by any. unauthonzed
member of the public. :

Interoffice mail must be sent in appropriate enve-
lopes.

No part of any appheauon or paper related thereto
should be reproduced or copied except for official
purposes.

No patent application or related document may be
removed from the premises occup1_ed by the U.S.
Patent and Trademark Office, except for handling as
required by .the issue process, unless  specifically
authorized by the Commissioner. If such authorization
is given, the employee having custody will be respon-
sible for maintaining confidentiality and otherwise
conforming with the requirements of law.

Applications must not be placed in desk drawers or
other locations where they might be easily overlooked
or are not visible to authorized personnel,

‘Whenever an application is removed from the oper-
ating area having custody of the file, a charge on the
PALM system must be properly and promptly made.

Papers arriving within the Technology Center (TC)
must be properly and promptly placed within the
appropriate files. If papers. are received with faulty
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identifications, this should be corrected at once. If
papers are received-at a destination for:which they are
not intended. due to faulty. identification or routing,
appropriate corrective action should be taken at-once
to ensure. the- prompt receipt thereof at desunauon
See MPEP § 508.01 and § 508.03. -
All U.S. Patent and Trademark Office employees
should ‘bear.in mind at all times the critical impor-
tance .of ensuring the confidentiality and accessibility
of patent application files and related' documents, and
in addition to the specific procedures referredto
above, should take all appropriate action to that end.
Examiners, classifiers, and other U.S. Patent and
Trademark Office employees who assist . public
searchers by outlmmg or indicating a field of search,
should also bear in mind the critical rmportance of
ensuring the confrdentlahty of information revealed
by a searcher when requesting field of séarch assis-
tance. See MPEP § 1701. Statutory requirements and
curbs regardmg the use of information obtained by an
employee through govemment employment are
imposed by 15 U.S.C. 15(b) and 18 U.S.C. 1905.
Examiners, whﬂe holdmg interviews with attomeys
and applicants, should be careful to prevent exposures
of files and drawmgs of other apphcants
Extreme care should be taken to prevent madvert—
ent and/or mapproprlate chsclosure of the f111ng date
or apphcatlon number of any appl1cat1on ‘This applies
not only to Office actlons but also to notes (usually in
pencﬂ) in the file wrapper..

TELEPHONE AND " IN-PERSON REQUESTS
FOR INFORMATION CONCERNING PEND-
ING OR ABANDONED APPLICATIONS '

Normally no information .concerning pending or
abandoned patent applications: (except applications
which have been published, reissue applications and
reexamination proceedings) may be given to the pub-
lic -without the authorization- of .the applicant, the
assignee of record, or the attorney or agent. of record.
See 35.U.S.C. 122 and 37 CFR 1.14. Other excepuons
are specified in 37 CFR 1.14. -

‘When handling an incoming telephone call or an in-
person request for information regarding an unpub-
lished pending or abandoned patent application, no
information should be disclosed until the identity of
the requester can be adequately verified as set forth
below. ‘Particular - care must be exercised when a
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request is made for the publication date or publication
number, or issue date and patent number assigned to a
pending patent application. If the publication. or issue
date is later than the cutrent date (i.e., the date of the
request), such information may be given only to the
applicant, or the assignee of record, or the attorney or
agent of record.

The following procedure should be followed before
any information about an unpublished pending or
abandoned patent application is given over the tele-
- phone:

~ (A) Obtain the caller’s full name, the application
number, and the caller’s telephone number. Ask the
caller if there is an attorney or agent of record.

(1) If there is an attorney or agent of record,
ask for his or her registration number. If the registra-
tion number is not known, ask for the name of the
attorney or agent of record. Inform caller that an attor-
ney or agent of record will be called after verification
of his/her identity and that information concerning the
application will be released to that attorney or agent.

(2) If there is no attorney or agent of record,
ask the caller why he or she is entitled to information
concerning the application. If the caller identifies
himself or herself as an applicant or an authorized
representative of the assignee of record, ask for the
correspondence address of record and inform caller
that his or her association with the application must be
verified before any information concerning the appli-
cation can be released and that he or she will be called
back. If the caller indicates that he or she is not an
applicant or an authorized representative of the
assignee of record then status information may only
be given pursuant to MPEP § 102.

(B) Verify that information concerning the appli-
cation can be released by checking PALM or the
application file.

- {1) If the caller stated there was an attorney or
agent of record, PALM Intranet or the 2954 PALM
screen should be used to verify the registration pum-
ber given or to obtain the registration number of an
attorney or agent of record. Then PALM Intranet or
the 3552 PALM screen (using the registration num-
ber) should be used to obtain a telephone number for
an attorney or agent of record.

(2) If the caller identified himself or herself as
an applicant or an authorized representative of the
assignee of record, PALM Intranet or the 2950 PALM
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screen should be used to verify the correspondence
address of record. PALM Intranet or the 2954 PALM
screen should be used to determine if there is an attor-
ney or agent of record. If there is an attorney or agent
of record, their telephone number can be obtained
from PALM Intranet or the 3552 PALM screen.

(C) Return the call using the telephone number as
specified below. ?

(1) If an attorney or agent is of record in the
application, information concerning the application
should only be released by calling the attorney’s or
agent’s telephone number obtained from PALM Intra-
net or the 3552 PAIM screen.

(2) If the applicant or an authorized representa-
tive of the assignee of record requests information,
and there is no attorhey or agent of record and the cor-
respondence address of record has been verified,
information - concerning the application can be
released to the caller using the telephone number
given by the caller. If the caller’s association with the
application cannot be verified, no information con-
cerning the application will be released. However, the
caller should be informed that the caller's association
with the application could not be verified.

In handling an in-person request, ask the requester
to wait while verifying their identification as in (B)
above. :

102  Information as to Status of
an Application

37 CFR 1,14, Patent applications preserved in confidence.
(a) Confidentiality of patent application information. Patent
applications that have not been published under 35 U.S.C. 122(b)
are generally préserved in confidence pursuant to 35 U.S.C.
122(a). Information concerning the filing, pendency, or subject
matter of an application for patent, including status information,
and access to the application, will only be given to the public as
set forth in § 1.11 or in this section.
(1) Status information is:
(i) Whether the application is pending, abandoned, or
patented; )
(ii) Whether the application has been published under
35 U.5.C. 122(b); and
(iii) The application “numerical identifier” which may
be:
(A) The eight-digit application number (the two-
digit series code plus the six-digit serial number); or
(B) The six-digit serial number plus any one of the
filing date of the nationa! application, the international filing date,
or date of entry into the naticnal stage. :
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(2) Access is defined as providing the application file for
review and copying of any material in the application file.

(b) When status information may be supplied. Status infor-
mation of an application may be supplied by the Office to the pub-
lic if any of the following apply:

(1) Access to the application is available pursuant to-para-
graph (e) of this section; :

(2) The application is referred to by its rumerical identi-
fier in a published patent document {e.g., a U.S. patent, a U.S.
patent application publication, or an international application pub-
lication), or in a U.S. application open to public inspection
(§ 1.11(b), or paragraph (e)(2)(i) or (e)(2)(ii) of this section);

{3) The application is a published international applica-
tion in which the United States of America has been indicated as a
designated state; or

{4) The application claims the benefit of the filing date of
an application for which status information may be provided pur-
suant to paragraphs (b)(1} through (b)(3) of this section.

Ak

Status information of an application means only the
following information:

(A) whether the application is pending, aban-
doned, or patented;

(B) whether the application has been published;
and

(C) the application number or the serial number
plus any one of the filing date of the national applica-
tion, the international filing date or the date of entry
into the national stage.

A requester seeking status information regarding an
application should check the Patent Application Infor-
mation Retrieval (PAIR) system on the U.S. Patent
and Trademark Office (USPTO) website at
www.aspto.gov/ebe. Alternatively, the requester may
contact the File Information Unit (see MPEP § 1730).
The File Information Unit (FIU) will check the rele-
vant Office records and will inform the requester
whether the application has been published or has
issued as a patent. If the application has been pub-
lished, the FIU will inform the requester of the publi-
cation number and publication date, and if the
application has issued as a patent, the patent number,
issue date and classification. If the application has not
been published, but is pending or abandoned then the
FIU shouid determine whether the requester is:

{A) an inventor;

(B) an attorney or agent of record in the applica-
tion; :
{C) an assignee of record in the application; or

(D) a person w1th written authonty from (A) (B),
or (C).

If the requester is (A), (B), (C), or (D), as set forth
above, then the requester is entitled to status informa-
tion. If the requester is inquiring about whether a
reply was received or when an Office action can be
expected, the requester should be directed to call the
Technology Center (TC) to which the application is
assigned. The assignment of an application to a TC
can be determined from PALM Intranet or the 2952
PALM screen.

If the requester is not (A), (B), (C), or (D), as set
forth above, and the application is (1) identified by
application number (or serial number and filing date)
in a published patent document, or (2) an application
claiming the benefit of the filing date of an applica-
tion identified by application number (or serial num-
ber and filing date) in a published patent document,
then a written request including a copy of a published
patent document (United States or foreign) which
refers to the specific application must be provided
when requesting status information for the applica-
tion. If the published patent document is not in
English, then a translation of the pertinent part thereof
must also be included. The published patent document
may be presented in person to the FIU or in written
correspondence to the U.S. Patent and Trademark
Office, for example, by facsimile transmission. Any
written correspondence must include a return address
or facsimile number. If the application is referred to
by application number or serial number and filing
date in a published patent document (e.g., a U.S.
patent, a U.S. patent application publication, or an
international application publication), or in a U.S.
application open to public inspection, pursuant to
37 CFR 1.14(b)(2), the requester is entitled to status
information for the application. (The published patent
document will at least identify the application from
which the patent itself was issued.) PALM Intranet or
the 2960 PALM screen should be used to determine
the status of the application. If the requester asks
whether there are any applications on file which claim
the benefit of the filing date of the identified applica~
tion, pursuant to 37 CFR 1.14(b)(4), status informa-
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tion (application number, filing date and whether the
application is pending, abandoned or patented) for the
applications claiming benefit of the identified applica-
tion may be given to the requester as well. PALM
Intranet-or the 2962 PALM screen should be used to
determine the application number and filing date of
any applications claiming the benefit of the filing date
of the identified application. The requester should be
informed of the national applications listed in the
“child” section of the screen. If the child application is
not shown to have been patented on the 2962 PALM
séreen, the 2960 PALM iransaction should be used to
determine whether the application is pending or aban-
doned. Alternatively, the 2963 PALLM transaction inay
be used with the patent number for continuity data for
the patent. Other information contained on the screen,
such as whether the application is a Continuation-in-
Part (CIP), continuation or divisional application, the
date of abandonment of the application, and the issue
date, may be confidential information and should not
be communicated: As to the extent of the chain of
applications for which status information is available,
the rule applies only to subsequent and not prior
applications. '

Furthermore, if the requester is not (A), (B), (C), or
(D), .as set forth above, but the application is. a
national stage application or any application claiming
the benefit of the filing date of a published interna-
tional application and the United States of America
has been indicated as a Designated State in the inter-
national application, pursuant to 37 CFR 1.14(b)(3)
and (b)(4), the requester is entitled to status informa-
tion for the national stage application as well as any
application claiming the benefit of the filing date of
the published international application. A copy of the
first page of the published international application or
of the corresponding page of the PCT Gazette must be
supplied with the status request. If the requester asks
whether an international application has entered the
national stage, then the 3133 PALM screen should be
used and the requester shouid be informed of -any
national stage application indicated. If status informa-
tion is requested for any application claiming the ben-
efit of the filing date of the referenced published
international application, there is no single PALM
transaction for this request. The status request-should
be forwarded to the PCT Help desk for a response to
this inquiry (see MPEP § 1730). Alternatively, inquir-
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ies relating to applications claiming the benefit of the
filing date of a published international application
may be directed to the PCT Help desk. Only the serial
number and filing date, or application number, as well
as whether the application is pending, abandoned, or
patented may be given for the national stage applica-
tion and for any applications claiming the benefit of
the filing date of the referenced published interna-
tional application. Other information contained on the
screen, such as whether the application is a CIP, con-
tinuation or divisional application, the date of aban-
donment of the application and issue date may be
confidential information and should not be communi-
cated. '

STATUS LOCATION INFORMATION FOR OF-
FICE PERSONNEL

When it is desired to determine the current location
or status of an application, Office personnel should
use PALM.

However, inasmuch as not (06 series applications
prior to 714,000 are currently in the PALM system,
Office personnel requesting status/location informa-
tion on those applications determined not to be in the
PALM system will be requested to contact the FIU
(see MPEP § 1730) where the numerical index
records of the above mentioned applications are main-
tained.

103  Right of Public to Inspect Patent .
Files and Some Application Files

37 CFR 1.11. Files open to the public.

(2) The specification, drawings, and all papers relating to the
file of an abandoned published application, except if a redacted
copy of the application was used for the patent application publi-
cation, a patent, or a statutory invention registration are open to
inspection by the public, and copies may be obtained upon the
payment of the fee set forth in § L.19(b)(2). See § 2.27 for trade-
mark files. ] '

{(b) All reissue applications, all applications in which the
Office has accepted a request to open the complete application to
inspection by the public, and related papers in the application file,
are open to inspection by the public, and copies may be furnished
upon paying the fee therefor. The filing of feissue applications,
other than continved prosecution-applications under § 1.53(d) of
reissue applications, will be announced in the Officlal Gazette.
The announcement shall include at least the filing date, reissue
application and original patent numbers, title, class and subclass,
name of the inventor, name of the owner of record, name of the
attorney or agent of record, and examining group to’ which the
reissue application is assigned.
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(c) All requests for reexamination for which the fee under
§ 1.20(c) has been paid, will be announced in the Official Gazette.
Any reexaminations at the initiative of the Commissioner pursu-
ant to § 1.520 will also be announced in the Official Gazerte. The
announcement shall include at least the date of the request, if any,
the reexamination request control number or the Commissioner
initiated order control number, patent number, title, class and sub-
class, name of the inventor; name of the patent owner of record,
and the examining group to which the reexamination is assigned.

(d) All papers or copies thereof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be furnishied upon paying the fee therefor.

{e) The file of any interference involving a patent, a statu-
tory invention registration, a reissue application, or an application
on which a patent has been issued or which has been published as
a statutory invention registration, is open to inspection by the pub-
lic, and copies may be obtained upon paying the fee therefor, if:

- (1) The interference has terminated or
(2) An award of priority or judgment has been entered as
to all parties and all counts.

PUBLISHED U.S. PATENT APPLICATIONS

37 CFR 1.14. Patent applications preserved in conﬁdence

Skl

(c)(2)File wrapper and contents. A copy of the specifica-
tion, drawings, and all papers relating to the file of an abandoned
or pending published application miay be provided to any person
upon written request, including the fee set forth in § 1.19(b)(2). If
a redacted copy of the application was used for the patent applica-
tion publication, the copy of the specification, drawings, and
papers may be limited to a redacted copy.

HkAoR %

If a patent application has been published pursuant
to 35 U.S.C. 122(b), then a copy of the specification,
drawings, and all papers relating to the file of that
published application (whether abandoned. or pend-
ing) may be provided to any person upon written
request and payment of the fee set forth in 37 CFR
1.19(b)(2). If a redacted copy of the application was
used for the patent application publication, the copy
of the application will be limited to the redacted copy
of the application and the redacted materials provided
under 37 CFR 1.217(d).

If the published patent application is pending, the
application file itself will not be available to the pub-
lic for inspection. Only copies of the application file
may be obtained pursuant to 37 CFR 1.14{c)(2). If the
published patent application is abandoned, the entire
application is available to the public for inspection
and obtaining copies. See 37 CFR 1.11(a).
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OBTAINING A COPY OF A PENDING APPLI-
CATION AS ORIGINALLY FILED THAT IS
INCORPORATED BY REFERENCE IN A U.S.
PATENT APPLICATION PUBLICATION OR A
U.S. PATENT, OR RELIED UPON FOR PRIOR-
ITY

37 CFR 1.14. Patent applications preserved in confidence.
"(a) Confidentiality of patent application information. Patent
applications that have not been published under 35 U.S.C. 122(b)
are generally preserved in confidence pursuant to 35 US.C.
122(a). Information concerning the filing, pendency, or subject
matter of an application for patent, including status information,
and access to the application, will only be given to the public as
set forth in § 1.11 or in this section,
(1) Status information is:
(i) Whether the apphcauon is pendmg, abandoned or
patented;
(ii) Whether the application, has been published under
35 U.5.C. 122(b); and
) (iii) The application ‘mumerical 1dent1ﬁer which may
be:
' (A) The eight-digit application number (the two-
digit series code plus the six-digit serial number); or - ©
.(B) The six-digit serial number plus any one of the
filing date of the national application, the international filing date,
or date of entry into the national stage.
(2) Access is defined as providing the application file for
review and copying of any material in the application file. -

iRk

(c) When copies may be supplied. A copy of an application-
as-filed or a file wrapper and contents may be supplied by the
Office to the public, subject to paragraph (i) of this section (which
addresses mtemauonal applications), if any of the following
apply:

() Applzcatzon-as -filed.

(i) If a U.S. patent apphcatlon pubhcanon or patent
incorporates by reference, or includes a specific referénce undt_?.r
35 U.S.C. 119(e) or 120 to, a pending or abandoned application, a
copy of that application-as-filed may be provided to any person
upon written request including the fee set forth in § 1.19(b)(1); or

" (i) If an international application, which designates
the U.S. and which has been published in accordance with PCT
Article 21(2), incorporates by reference or claims priority under
PCT Article 8 to a pending or abandoned U.S. application, a copy
of that application-as-filed may be provided to any person upon
written request including a showing that the publication of the
application in accordance with PCT Article 21(2) has occurred
and that the U.S. was designated, and upon payment of the appro-
priate fee set forth in § 1.19¢b)(1).

Feskokk

The incorporation by reference of a pending appli-
cation in a U.S. patent application publication, a.
U.S. patent, or a published international .application

August 2001



103 MANUAL OF PATENT EXAMINING PROCEDURE

designating the United States constitutes a special cir-
cumstance under 35 U.S.C. 122 warranting that a
copy of the application-as-filed be provided upon
written request. In addition, if ‘a U.S. patent applica-
tion publication, a U.S. patent, or a published interna-
tional application designating the U.S. claims benefit
under 35 U.S.C. 119(e) or 120 to a U.S. patent appli-
cation, a copy of that application-as-filed may be pro-
vided upon written request. The written request,
including a copy of the page of the patent application
publication, U.S. patent, or published international
application including the incorporation by reference
or specific reference under 35 U.S.C. 119(e) or 120,
and the requisite fee set forth in 37 CFR 1.19(b)(1},
should be directed to the Certification Division. How-
ever, an incorporation by reference that is made as
part of a transmittal letter for the application, or that is
a part of the text of the application that has been can-
celed and which does not appear as part of the printed
patent, may not be relied upon to-obtain a copy of the
application as originally filed. A petition for access
with an explanation of special circumstances other
than the not-printed incorporation by reference will be
required. '

APPLICATION FILES AVAILABLE UPON
REQUEST

37 CFR 1.14. Patent applications preserved in confidence.

HRkk

(e) Public access to a pending or abandoned application.
Access to an application may be provided.to any person, subject
to paragraph (i) of this section, if a written request for access is
submitted, the application file is available, and any of the follow-
ing apply: :

] (1) The application is open to public inspection pursuant
to§ 1.11(b);or -

. {2) The application is abandoned, it is not within the file
jacket of a pending application under § 1.53(d), and it is referred
to

(1) InaU.S. patent application publication or patent;

(ii) In another U.S. application which is open to public
inspection either pursuant to § 1.11(b) or paragraph (e)(2)(i) of
this section; or

(iii) In an international application which designates
the U.S. and is published in accordance with PCT Article 21(2).

EEE T3

Certain applications are available to the public
without a petition for access. ABANDONED applica-
tions meeting the requirements of 37 CFR 1.14(e)(2)
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and any application that is open to the public under
37CFR 1.11 may be obtained by any person upon
written request to the File Information Unit without
the specific written authority of the applicant,
assignee, attorney or agent of record or Commis-
sioner. The following applications are available from
the File Information Unit: (1} An ABANDONED
application referred to in a U.S. patent application
publication or U.S. patent, or in an application that is
open to public inspection; and (2) a pending File
Wrapper Continuation application (FWC) filed under
former 37 CFR 1.62 of an abandoned application that
meets the requirements of 37 CFR 1.14(e)2). Under
former 37 CFR 1.62(f), where access is permitted to
an application within the file wrapper of a FWC appli-
cation, the applicant has waived the right to keep all
earlier filed applications in the same file wrapper in
confidence.

An abandoned application that is in the file wrapper
of a pending Continued Prosecution Application
(CPA) filed under 37 CFR 1.53(d) is not available -
without the specific written authority of the applicant,
assignee, attorney or agent of record, or Commis-
sioner. 37 CFR 1.14(e}(2).

37 CFR 1.14(e)(1) relates only to United States
applications that are open to public inspection. Sce
37 CFR 1.14(i) for access to international applications
where the U.S. is designated. If an abandoned applica-
tion is referred to in an international application that
designates the U.S. and is published in accordance
with PCT Article 21(2), access to the abandoned
application is available under 37 CFR 1.14(e)(2)(iii).

An abandoned application referenced in a U.S.
patent application publication, U.S. patent or a U.S.
application that is open to public inspection may be
ordered for inspection by any member of the public
through the File Information Unit. Orders for files
stored in repositories within the Crystal City (Arling-
ton, Virginia) area are normally filled within 4 to 8
hours. Orders for files stored at the Federal Records
Center in Suitland, Maryland, are normally filled
within 4 to 5 days. An abandoned file received by a
member of the public must be returned to the charge
counter in the File Information Unit before closing the
same day it is received. If the abandoned
application is contained within a pending FWC appli-
cation, the requester will generally be routed to the
appropriate Technology Center (T'C) te inquire as to

100-8




SECRECY, ACCESS, NATIONAL SECURITY, AND FOREIGN FILING 103

the availability of the pending FWC application. If the
pending FWC application is available, then it will be
forwarded to the File Information Unit for the
requester to pick-up.

Furthermore, copies of a patent application-as-filed
and the contents of a patent application file wrapper

may be ordered from the Certification Division with a -

facsimile request and payment of the appropriate fee
under 37 CFR 1.19(b) by USPTO Deposit Account,

American Express®, Discover®, MasterCard®, or

100-9

Visa® by any person having a right to access to the
originally filed application or patent. Regular service
requests for an application-as-filed are processed in
about 17 days, and expedited requests for an applica-
tion as filed are processed in about 7 days. Copies of a
patent. related file wrapper are generally made in

- about 25 days.

The Office does not provide for access to non-
United States applications.

Form PTO/SB/68 may be used to request access.
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PTO/SBIES (04-01)
) ) Approved for use through 10/31/2002. OMB 0851-0031
: . : : o o . . _U.5. Patent and Trademark Office; U S.DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995 _no pers ig [

REQUEST FOR ACCESS TO AN APPLICATION UNDER 37 CFR1 14(e)
Inre Appllcatlon of

Application Number Fited

Art Unit Examiner

Papear No.__
Assistant Commissioner for Patents
Washington, DC 20231

1 O hereby request access under 37 CFR 1.14(e)(2) to the application file record of the above-identified

-] 1
ABANDONED Application, which is not within the file Jacket of a pending Continued Prosecution
Application (CPA) (37 CFR 1.53(d)) and is: (CHECK ONE)

(A referrad to in:

Unlted States Patent Application Publication No. . page fine
United States Patent Number.

, column , line , or
an Intemnational Application which was flled on or after Novemnber 29, 2000 and which

designates the United States, WiPO Pub. No.

, page , ling_
il (B) referred to in an application that is apen to public inspection as set forth in 37 CFR 1.11(b) or
© 1.14{e)(2)(i}, .e., Application No.

paper No. . page , line

[ 1 hereby raquest access under 37 CFR 1.14(e)(1) to an application in which the applicant
has filed an authorization to lay open the complete application to the public

Signature Date
FOR PTO USE ONLY
Typed or printed name
e P Approved by:
{initials)
Unit:

Burden Hour Statemant: This form Is estimated to take 0.2 hours to complete, Time will vary dapending upon the nesds of the Individual case. Any comments on

the amount of time you ars required to complste this form should be sant to tha Chief Information Officer, U.S. Patent and Trademark Offlcs, Washington, DC
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND TO: A

August 2001

t C

for Patents, Washington, DC 20231,
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PETITION FOR ACCESS
37 CFR 1.14. Péten_r applications preseﬁéd in cc_mﬁdénce.

sk R

(j) Access or copies in other circumsiances. The Office,
either sua sponte or on petition, may also provide access or copies
of all or part of an application if necessary to carry out ah Act-of
Congress .or if warranted by other special circumstances., Any
petition by a member of the public seeking access to, or copies of,
all or part of any pending or abandoned application preserved in
confidence pursuant to paragraph (a) of this section, or any related
papers, must include: ' '

(1) The fee set forth in § 1.17(h); and

(2) A showing that access to the appllcatlon i8 necessary
to carry out an Act of Congress or that special circumstances exist
which warrant petitioner being granted access to all or part of the
application. . .

Any interested party may file a petition, accompa-
nied by the petition fee, to the Commissioner for
access to an application. Inasmuch as the post office
address is necessary for the complete identification of
the petitioner, it should always be included complete
with ZIP Code number. In addition, te]ephone ‘and
facsimile numbers shouid be pr0v1ded to expedite
handlmg of the petition. Petitions for access are han-
dled in the Office of Patent Legal Adnumstratlon

unless the application is involved in an 1nterference
See MPEP § 1002.02(b).

The petition may be filed either with proof of ser-
vice of copy upon the applicant, assignee of record, or
attorney or agent of record in the application to which
access is sought, or the petition may be filed in dupli-
cate, in which case the duplicate copy will be sent by
the Office to the applicant, assignee .of record, or
attorney or agent of record in the application (herein-
after “applicant”). A separate petition, with fee, must
be filed for each application file to which access is
desired. Each petition should show not only why
access is desired, but also why petitioner belicves he
or she is entitled to access. The applicant will nor-
mally be given a limited period such as 3 weeks
within which to state any objection to. the granting of
the petition for access and reasons why it should by
denied. If applicant states that he or she has no objec-
tion to the requested access, the petition: will: be
granted. If objection is raised or applicant does not
respond, the petition will be decided on the record. If
access is granted to the application, any objections
filed by the applicant will be available to the peti-
tioner since these pagers are in the application file. If
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access to the application is denied, petitioner will not
receive copies of any objections filed by the applicant.
A determination will-be made whether “special cir-
cumstances” are . present which warrant a grant of
access under 35 U.S.C. 122. See below when the
application is the basis of a claim for benefit of an ear-
lier -filing date’ under 35 TJ.5.C. 120 or part of the
application is ihcorporated by reference in a United
States patent. “Special circumstances” could be found
where an applicant has relied upon his or her applica-
tion as a means to interfere with a competitor’s busi-
ness or customeis:. See In re Crossman, 187 USPQ
367 (PTO Solicitor 1975); In re Trimless Cabinets,
128 USPQ 95 (Comm’r Pat. 1960); and Ex parfe Bon-'
nie-B Co., 1923 C.D. 42, 313 O.G. 453 (Comm’r Pat.
1922). Furthermore, “special circumstances” could be
found where an attorney or agent of record in an
application in which a provisional double patenting
rejection is made does not have. power of attorney in
the copending application having a coinmon assignee
or inventor, However, a more expeditious means of
obtaining access would be to obtain power'to inspect
from an assignee or mventor See MPEP § 104 and
§ 106.01. :

ACCESS WHERE PATENT CLAIMS 35 US. C
120 BENEFIT

37 CFR 1] 4. Patent appliéatibns préserved in. coﬁﬁdence.

EEE L

(c) When copies may be supplied. A copy of an application-
as-filed or a file wrapper and contents may be supplied by the
Office to the public, subject to paragraph (i) of this section (which
addresses international applications), if any of the -following
apply: .

(1) Application-as-filed. ‘

(i) If a U.S. patent application publicatioi; or patent
incorporates by reference, or includes a specific reference under
35 U.5.C. 119(¢) or 120 to, a pending or abandoned application; a
copy of that application-as-filed may be provided to any person
upon written request including the fee set forth in § - 1.19(b}(1); or

(ii) If an-international:application, which designates
the U.S. and which has been published in accordance with PCT
Article 21(2), incorporates by reference or claims priority under
PCT Article 8 to a pending or abandoned U.S. apphcauon, acopy
of that application-as-filed may be provided to any person upon
written request including a showing that the publication of the
application in:accordance with PCT ‘Article 21(2) has occurred
and that the U.S. was designated, and upon payment of the appro-
priate fee set forth in § 1.19(b)(1).

ook ek
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Whenever a patent relies on the filing date of an
earlier but still pending application, the public is enti-
tled to see the entire prior application as filed as-well
as the portion of the prosecution of the earlier applica-
tion, if any, that relates to the common subject matier,
claimed in the patent. In re Dreyfus, 137 USPQ 475
(Comm’r Pat. 1961). If applicant objects to the peti-
tion for access, he-or she must submit: along with the
objection two sets .of a.copy of the portion: of any
materials relating to-the prosecution in the application
of the subject matter claimed in the patent. Failure to
submit these materials will result in the entire applica-
tion file being made available to petitioner. The Office
will not attempt to separate the noted materials from
the remainder of the application. Compare In re
Marsh Eng’g.. Co., 1913 -C.D. 183 {Comm’r Pat.
1913) S .

ACCESS WHERE PART OF AN APPLICATION
IS INCORPORATED BY REFERENCE IN A U.S.
PATENT APPLICATION PUBLICATION OR A
U S. PATENT

37 CFR 1 14(0)(1) penmts a member of the pubhc
without a petition for access, to obtain a copy of a
pending application as - originally filed, when the
application is incorporated by reference in a .U.S.
patent apphcat10n publication or a U.S. patent, upon
the filing of an appropriate request and the payment of
the required fee. However, if only part of the applica-
tion is incorporated by reference, for example, where
an application states, “the disclosure of a valve on
page 5, lines 5-35, of application No. XX/YYY,YYY,
is hereby incorporated by reference,” then a petition
for access is required to obtain access to or a copy of
the incorporated material. Incorporation by reference
of part of an apphcatlon in a U.S. patent application
pubhcatlon or a U.S. patent constitutes a special cir-
cumstances under 35 U.S.C. 122(a) warranting that
access' to that part of the original-disclosure of the
application be granted on petition. The incorporation
by reference will be interpreted as a waiver of confi-
denuahty of only that part of the original disclosure,
as filed, and not the entire application file. In re Gallo,
231 USPQ 496 (Comm r Pat. 1986). If apphcant
objects to access.to the entire application file, appli-
cant must-fils Two copies of the information incorpo-
rated by reference along with the objection. In the
example given, applicant would be required to pro-
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vide two copies of page 5, lines 5-35 of .the XX/
YYY,YYY application. Failure to provide the mate-
rial within the time period provided will result in the
entire application content (including prosecution his-
tory) being made available to. the petitioner. The
Office will not attempt to separate the noted materials
from the remainder of the application.. Compare In re
Marsh Eng’g. Co., 1913 C D. 183 (Comm r Pat.
1913)

ACCESS TO PROVISIONAL APPLICATIONS

In provisional applications, access or certified cop-
ies will only be given to parties with written authority
from a.pamed inventor, the assignee of record, or the
attorney or agent of record. Since provisional applica-
tions do not require an oath or declaration, there may
be no power of attorney in the apphcaﬂon If there is
no power of attorney in the provisional appllcatlon a
certified copy requested by the reglstered attorney or
agent named in the papers accompanying the provi-
siohal application papers will be supplied to the corre-
spondence address of the provisional apphcanon
Provisional applications. are also available in the same
manner as any other apphcauon For example an
apphcatlon that is relied upon for priority in a U.S.
patent and is abandoned is available under 37 CFR

1.14(e)(2)(i).

APPLICATION AT BOARD OF PATENT AP-
PEALS AND INTERFERENCES

The Board of Patent Appeals and Interferences han-
dles all petitions for access to applications involved in
an interference. See 37 CFR 1.612. -

DEFENSIVE PUBLICATIONS

If a defensive pubhcauon has been pubhshed the
entire apphcatlon is available to the public for inspec-
tion and obta:mmg coples See MPEP § 711 06.

REISSUE APPLICATIONS -

37 CFR 1.11(b) opens all reissue applications filed
after March 1, 1977 to inspection by the general pub-
lic. 37 CFR 1.11(b) also provides for announcement
of the filings of reissue applications in the Official
Gazette (except for continued prosecution applica-
tions filed under 37 CFR1.53(d)). This announce-
ment will .give interested members of the public an
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opportunity to submit to the examiner information
pertinent to patentability of the reissue application.

The filing of a continued prosecution application
under 37 CFR 1.53(d) of a reissue application will not
be announced in the Official Gazette. Although the
filing of a continued prosecution application of a reis-
sue application constitutes the filing of a reissue
application, the announcement of the filing of such
continued prosecution application would be redundant
in view of the announcement of the filing of the prior
reissue application in the Official Gazette.

37 CFR 1.11(b) is applicable only to those reissue
applications filed on or after March 1, 1977. Those
reissue applications previously on file will not be
automatically open to inspection but a liberal policy
will be followed by the Special Program Examiner in
granting petitions for access to such applications. '

For those reissue applications filed on or after
March 1, 1977, the following procedure will be
observed- ,

(A) The filing of reissue applications will be
announced in the Official Gazette (except for contin-
ved prosecution applications filed under 37 CFR
1.53(d)) and will include certain identifving data as
specified in 37 CFR 1.11(b). Any member of the gen-
eral public may request access to a particular reissue
application filed after March 1, 1977. Since no record
of such request is intended to be kept, an oral request
will suffice. In the File Information Unit (Record
Room), only the regular application charge card need
be completed and submitted. The charge card will not
be made part of a pending or abandoned reissue appli-
cation.

(B) The pending reissue application files will be
maintained in the TCs and inspection thereof will be
supervised by TC personnel. Although no general
limit is placed on the amount of time spent reviewing

the files, the Office may impose limitations, if neces-

sary. No access will be permitted while the applica-
tion is actively being processed. -

(C) Where the reissue application has left the TC
for administrative processing, requests for access
should be directed to the appropriate supervisory per-
sonnel in the division or branch where the application
is currentiy located.

(D) The reissue application flle is not avzulable to
the public once the reissue application file has been
released and forwarded by the TC for publication of
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the reissue patent. This would include any reissue
application files which have been selected for a qual-
ity review check at the Office of Patent Quality
Review. Unless prosecution is reopened pursuant to a
quality review check, the reissue application files are
not available to the public until the reissue patent
issues. This is because the reissue application file has
been put into a special format for printing purposes
and to prevent disruption of the publication process. .

(E) Requests for copies of papers in the reissue
application file must be in writing addressed to Box
10, Commissioner of Patents and Trademarks, Wash-
ington,. DC 20231 and may be either mailed or deliv-
ered to the Customer Service Window. The price for-a.
copy of an application as filed is set forth in 37 CFR'
1.18(b)(1). Since no useful purpose is seen for retain-
ing such written request for copies of papers in reissue
applications, they should be destroyed after the order
has been completed. -

REQUEST FOR REEXAMINATION

All requests for reexamination and related patent
files are available to the public. An announcement of
the filing of each request in which the entire fee has
been paid and of each reexamination ordered at the
initiative of the Commissioner under 37 CFR 1.520
will be published in the Official Gazette. Procedures
for access and obtaining copies are normally the same
as those for reissue applications indicated above. See
also MPEP § 2232 for certain times when the reexam-
ination file is not available for public ins'pection '

DECISIONS OF US PATENT AND TRADE-
MARK OFFICE

37CFR1 .14. Patent applications preserved in coﬁﬁdence.

HRgk

(g) Decisions by the Commissioner or the Board of Patent
Appeals and Interferences. Any decision by the Commissioner or
the Board of Patent Appeals and Interferences which would not
otherwise be open to public inspection may be published or made
available for public inspection if:

(1) The Commissioner believes the dec131on involves an
interpretation of patent laws or regulatlons that would be of prece-
dential value; and -

(2) The applicant, or a party involved in an interference
for which a decision was rendered, is given notice and an opportu-
nity to cbject in writing within two months on the ground that the
decision discloses a trade secret or other confidential information.
Any objection must identify the deletions in the text of the deci-
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sion considered mnecessary to protect the information, or explain
why the entite decision must be withheld from the. public to pro-
tect such information. An applicant or party will be given time,
not less than twenty days, to request reconsideration and seek

dourt review before any portions of a decision are made pubhc
under this paragraph over his or her objection.

Rk k]

37 CFR 1.14(g) states the conditions under which
significant -decisions of the U.S. Patent and: Trade-
mark Office that would not otherwise be open to pub-
lic inspection will be made available to the public.
37 CFR 1.14{g) includes. decisions of the Board of
Patent Appeals.and Interferences and the Commis-
sioner. The section is applicable to decisions deemed

by the Commissioner to involve an interpretation of.

patent laws or regulation that would be of significant
precedent value, where such decisions are contained
in either pending or abandoned applications or: in
interference files not otherwise open to the public. It
is applicable whether or not the decision is a final
decision of the U.S. Paient and Trademark Office.

37 CFR 1.14(g) is considered to place a duty on the
U.S. Patent and Trademark Office to identify signifi-
cant decisions and to take the steps ‘necessary (o
inform the public of such decisions, by publication of
such decisions, in whole or in part. It is anticipated,
however, that no more than a few dozen decisions per
year will be deemed of sufficient importance to war-
rant publication under the authority of this section.

FOIA REQUESTS

37 CFR 1.15. Requests for identifiable records. _

" (&) Requests for records, not disclosed to the pubhc as part
of the regutar informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
part ‘shall be made in writing, with the" erivelope and the letter
clearly marked “Freedom of Information Request.” Each such
request, so marked, should be submitied by mail addressed to the
“Patent and Trademark Office, Freedom of Information Request
Control Desk, Box 8, Washington, D.C. 20231,” or hand delivered
to the Office of the Solicitor, Patent and Trademark - Office,
Arlington, Virginia. The request will be processed in accordance
with the procedures set forth in Part 4 of Title 15, Code of Federal
Regulations. :

(b} Any person whose request for records -has been 1m11ally
denied in whole or in part, or has not been timely determined, may
submit a written appeal as provided in § 4.8 of Title 15, Code of
Federal Regulations.

(c) Procedures applicable in the event- of service of process
or in connection with testimony of employees on official matters
and production of official documents of the Patent and Trademark
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Office.in. civil legal proceedings not involving the United States
shall be those established in parts 15 and 15a of Title 15, Code of
Federal Regulations.

‘Many decisions of the Office are available on the
FOIA section of the U.S. Patent and - Trademark
Office ‘website at www.uspto. gov/web/ofﬁces/com/
sol/fma/mdex html

104 Power to Inspect Appllcatlon

37 CFR 1.14. Patent applications preserved in confidence.

kR R

“(d) Power to inspect a pending or abandoned application.
Access to an. application may be provided to any person if the
application file is available, and the application contains writien
authority (e.g., a power to inspect) granting access to such person.
The written authority must be signed by:

(1) An applicant;

(2) An aitorney or agent of record;

(3) An-authorized official of an assignee of record (made
of record pursuant to § 3.71 of this chapter); or

(4) A registered attorney or agent named in the papers
accompanying the application papers filed under § 1.53 or the
national stage documents filed under § 1,494 or § 1,495, if an exe-
cuted oath or declaration pursuant to § 1.63 or § 1.497 has not
been filed. o

Hesked A

If an executed oath or - declaration pursuant to
37 CFR 1.63 or 1.497 has been filed, no person but
the :apl)_IiCant (any one of joint applicants), an attorney
or agent of record, or an-assignee whose assignment is
of record, will be permitted to have access to the file
of any pending application, except as provided for
under 37 CFR 1.11(b), former 37 CFR 1.62(f), or
under the interference rules, unless written authority
from one of the above indicated parties, identifying
the -application to be inspected and the name of: the
person authorized to have access, is made of record,
or upon the written order of the Commissioner, which
will also become a part of the record of the apphca-
tion. - -

A person acting in a representative capacity under
37 CFR 1.34(a) may execute a power to inspect an
application only if the attorney or agent was named‘in
the application transmittal: papers filed under 37 CFR
1.53 or the- national stage documents filed under
37 CFR 1.494 or 1.495 and an executed oath or decla-
ration has not been filed. Once an executed oath or
declaration -has been filed, any previously filed power
to inspect signed by an registered aitorney or agent

100-14




SECRECY, ACCESS, NATIONAL SECURITY, AND FOREIGN FILING 104

who is not of record will cease to have effect. For a
discussion of power of attorney in an application, see
MPEP § 402.

Approval by the primary examiner of a power to
inspect is not required. The technical support staff of
the Technology Center (TC) to which the application
is assigned ascertains that the power is properly
signed by one of the above indicated parties, and if
acceptable, enters it into the file. If the power to
inspect is unacceptable, notification of nonentry is
written by the technical support staff to the person
who signed the power. '

When a power to inspect is received while a file is
under the jurisdiction of a service branch, such as the
Customer Services Division, the Service Branch of
the Board of Patent Appeals and Interferences, and
the Publishing Division of the Office of Patent Publi-
cation, the question of permission to inspect is
decided by the head of the branch who, if he or she
approves, indicates the approval directly on the
power. :

A “power to inspect” is, in effect, the same as a
“power to inspect and make copies.”

Where an applicant relied on his or her application
as a means to interfere with a competitor’s business or
customers, permission to inspect the application may
be given the competitor by the Commissioner. Ex
parte Bonnie-B Co., 1923 C.D. 42, 313 0.G. 453,
(Comm’r Pat. 1922). Such permission is via petition
for access under 37 CFR 1.14(j).

An uprestricted power to inspect given by an appli-
cant is, under existing practice, recognized as in effect
until and unless rescinded. The same is true in the
case of one given by the attorney or agent of record,
or assignee so long as such attorney or agent, or
assignee retains his or her connectmn with the appli-
cation.

Permission to inspect given by the Commissioner,
however, is not of a continuing nature, sinice the con-
ditions that justified the permission to inspect when
given may not apply at a later date.

ACCESS TO PATENT APPLICATIONS PRO-
VISIONAL AND NONPROVISIONAL AND IN-
TERFERENCE FILES

In order to ensure that access to patent applications,
other than reissue applications filed after March 1,
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1977, and interference files is given only to persons
who are entitled thereto or who are specially autho-
rized to have access under 37 CFR 1.14 and to ensure
also that the file record identifies any such speciaily
authorized person who has been given access to a file,
the following practice will be observed by all person-
nel of the U.S. Patent and Trademark Office:

(A) Access, as provided for in the rules, will be
given on oral request to any applicant, patentee,
assignee, or attorney or agent of record in an applica-
tion or patent only upon proof of identity or upon rec-
ognition based on personal acquaintance.

| (B) Where a power of attorney or authorization of
agent was glven to a registered firm pr10r to July 2,
1971, access will be given upon oral request as in
paragraph (A) above to any registered member or
employee of thé_ﬁrm who has signatory power for the
firm.

(C) Unregistered employees of attorneys or
agents, public stenographers, and all other persons not
within the provisions of paragraphs (A) and (B) above
will be given access only updn presentation of a writ-
ten authorization for access (péwer to inspect) signed
by a person spec1f1ed in paragraph (A) above, which
authorization will be entered as a part of the official
file. The power to inspect must specifically name the
person who is entitled to inspect and copy the applicét~
tion. An associate or representative of the named per-
son is not entitled to access to the application on
behalf of the authorized person. Further, the power to
inspect must specifically identify the application by
application number and be himited to a single apphca—
tion, .

(D) In prov151ona1 apphcations access or ccrtlﬁed
copies will only be given to parties with written
authority from a named inventor, th_e assignee . of
record, or the attorney or agent of record. Since provi-
sional applications do not require an oath or declara-
tion, there may -be no power of attorney in the
application. If the person requesting a certified copy is
not a named inventor, assignee of record, or an attor-
ney or agent of record, the requested certified copy
will be supplied to the correspondence address of the
provisional application..
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105  Suspended or Excluded
Practitioner Cannot Inspect

U.S. Patent and Trademark Office -(USPTO)
employees are forbidden to hold either oral or written
communication with an attorney or agent who has
been suspended or excluded from practice by the
USPTO regarding an application unless it be one in
which said attorney or agent is the applicant. Power to
inspect given to such an attorney or agent will not be
accepted

106 Control of: Inspectlon by Ass1gnee

.. The assignee of record of thc cntlre interest in an
apphcatlon may intervene in the prosecution of the
dpplication, appomtmg an attomcy or agent of his or
her own choice. See 37 CFR 3.71. Such intervention,
however, does not exclude the applicant from access
to the application to see that it is’ being prosecuted
properly, unless the assignee makes specific request to
that effect. Any request to.prevent the inventor from
obtaining access to the file should be filed as a sepa-
rate paper, 37 CFR 1 4(c), and should be direcied 1o
the Office of Petitions. If the rcquest is granted, the
inventor will be informed that he or she will only be
pcrrmtted to mspect the apphcauon on sufﬁc1cnt
showing why such inspection i necéssary to conserve
his ‘or her nghts. In re The Kellogg Switchboard &
Supply Company, 1906 C.D. 274 (Comm’r Pat. 1906).

106.01  Rights of Assignee of

“Part Interest

- While it is only the assignee of record of the entire
interest who: can intervene in the prosecution of -an
application or interference to the exclusion of the
applicant, an assignee of a part interest or a licensee of
exclusive right is entitled to inspect the application.
See also MPEP § 402.10 for apphcatlons accorded
status undcr 37 CFR 1 47

110 Confidentlal Nature of
International Appllcations -

PCTAmcle 30.
Conﬁdentzal Nature of the Intematzonal Applzcanon

(1Xa) Sub]ect to the provisions of subparagraph (b), the
International Bureau and the International Searching: Authorities
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shall not allow access by any person or. authority to the interna-
tional application .before the international publication of that
application, unless requested or authorized by the applicant. ‘

(b) The provisions of subparagraph (a) shall not apply 10
any transmittal to the competent International Searching Author-
ity, to transmittals provided for under Article 13, and to communi-
cations provided for under Article 20.

(2){a) No national Office shall allow access to the interna-
tional application by third- parties unless requested or authcnzcd
by the applicant, bcfore the earliest of the following dates: _

(i) date of the mtemanonal pubhcauon of the 1ntema—
tional apphcatlon, '
' {ii) date of receipt of the communication of the intéma-
tional application under Article 20, RN
" (iii) date of receipt of a copy of the interpational applica-
tion under Article 22,

: - (b) The provisions of subparagraph (a) shall not prevent
any national Office from informing third parties that it has been
demgnated or from publishing that fact. Such 1nformatlon or pub-
lication may, however, contain only the following data: identifica- -
tion of the receiving Office, name of the applicant, international
filing date, international apphcatlon number, and title of the
invention. :

(c) The provisions of subparagraph (a) shall not prevent
any designated Office from allowing access to the international
application for the purposes of the judicial authoritjes.

(3) The provisions of paragraph (2)(a) shall apply to any
receiving Office except as so far as transmittals' provided for
under Article 12(1} are concerned.

. (4) For the purposes of this Article, the term “access” covers
any means by which third parties-may acquire cognizance, includ-
ing individual communication and general publication, provided,
however, that no national Office shall generally publish an inter-
national application or its tranglation before the international pub-
lication or, if international publication has not taken place by the
expiration of 20 months from the priority date, befare the expira-
tion. of 20 months from the said priority date.

" PCT Article 38.

-Confidential Nature of the International Preliminary
: - Examination.

(1) Neither the International Bureau nor the International
Preliminary Examining Authority shall, unless requested or autho-
rized by the applicant, allow access within the meaning, and with
the proviso, of Article 30(4) to the file of the international prelim-
inary examination by any person.or authority at any titne, except
by the elected Offices once the international preliminary examina-
tion report has been established.

:(2) Subject to the provisions of paragraph (1) and Articles
36(1) and (3) and 37(3)(b), neither the International Bureau nor
the International Preliminary Examining Authonty shall unless
requested or authorized by the applicant, give information on the
issuance or non-issuance of an international preliminary examina-
tion ‘report and on the withdrawal or non-wnhdrawal of the
demand or of any election.
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35 US.C. 368. Secrecy of certain: inventions;. filing
international applications in foreign countries. .

(a) International applications filed in the Patent and Trade-
mark Office shall be subject to the prOV1510ns of chapter 17 of this
title.

(b) In accordance with article 27 (8) of the treaty, the filing
of an international application in a country other than the United
States on the invention made in this country shall be considered to
constitute the filing of an application in"a foreign country within
the meaning of chapter 17 of this title, whether or not the United
States is designated in that international application.

(¢) If alicense to file in a foreign country is refused or if an
international application is ordered to be kept secret-and a permit
refused, the Patent and Trademark Office when acting as a
Receiving Office, International Searching Authority, or Interna-
tional Preliminary Examining Authority, may not disclose the
contents of such application. to anyone not authorized to receive
such.disclosure.

Although most international apphcatlons are pub-
lished soon after the expiration of 18 months from the
priority date, PCT ‘Article 21(2)(a), such pubhca‘uon
does not open up the Home Copy or Search Copy to
the public for 1nspect1on except as pr0v1ded in 37
CFR 1.143).

37 CFR 1.14. Patent applica.tions preserved in conﬁdence.

L

(1) Imematmnal applzcanons

(1) Copies of international apphcatlon files for interna-
tional applications which desighate the U.S. and which have been
published in accordance with PCT Article 21(2), or copies of a
decument in such application files, will-be furnished in accor-
dance with PCT Article 30 and 38 and PCT Rules 94.2 and 94.3,
upon written request inciuding a showing that the publication of
the application has occurred and that the U.S. was designated, and
upon payment of the appropriate fee: (see §1. 19(b)(2) or
L19(b)(3)), if:

(i) With respect to the Home Copy, the 1nternat10nal
application was filed with the U.S. Receiving Office;

(i) With respect to the Search Copy, the U. S acted as
the International Searching Axuthority, or

(iii) With respect to the Examination Copy, the United
States acted as the International Preliminary Examining Authority,
an International Preliminary Examination Report has issued, and
the United States was elected.

(2} A copy of an Enghsh language translatlon of an inter-
national application which has been filed in the United States
Patent and Trademark Office pursuant to 35US8C. 154(2)(d)(4)
will be furnished upon written request including -a-showing that
the publication of the application in accordance with PCT Article
21(2) has occurred and that the U.S. was designated, and upon
payment of the appropriate fee (§ 1.19(b)}(2) or § 1.19(b)(3)). .

(3) Access to international application files for interna-
tional applications which designate the U.S. and which have been
published in accordance with PCT.-Article 21(2), or copies of a
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document in such: application files, will be furnished in accor-
dance with PCT Article 30 and 38 and PCT Rules 94.2 and 94.3,
upon written. request including a showing that the publication of
the apphcatlon has occurred and that the U.S. was demgnated

@ h accordance with PCT Article 30, copies of an inter-
nationai apphcatlon -as-filed under paragraph {c¢)(1} of this section
will niot be provided prior to the international publibation of the
application pursuant to PCT Article 21(2). © -

(5) ‘Access to international application files under para-
graphs' (e) and-(i)(3) of this section- will not be. permitted with
respect to the Examination Copy in accordance with PCT Article
38.

Heshisk A

. -Effective November 29, 2000, 37 CFR 1.14(i) was
amended to provide greater access to international
application files kept by the U.S. Patent and Trade-
mark Office (USPTO). 37 CFR 1.14(i) as amended
applies to international apphcat1ons having an interna-
tional f1l1ng date on or after November 29, 2000. Spe-
cifically, 35 U.S.C. 374 equates the publication under
the PCT of an international application designating
the U.S. to the publication of a U.S. application under
35 U.S.C. 122(b). After publication of an application
under 35 U.S.C. 122(b), the USPTO will make avail-
able copies of the application files and also allow for
access fo: those files in accordance with 37 CFR
1.14{c) and (g), respectively. Therefore, after publica-
tion of an international application designating the
U.S. under PCT’ Article 21, the USPTO will make
available copies of, and allow access to, those interna-
tional apphcahon files which arc kept in the USPTO
(see 37 CFR 1.14(1)).

37 CFR 1.14(1)_(1) sets forth those conditions upon
which copies of international application files may be
provided to-the public. 37 CFR1.1431)(1)() and (ii)
address the situation where the U.S. acted as the
receiving Office and the International Searching
Authority, respectively. Under these provisions, cop-
ies of the Home and Search Copies of the interna-
tional file will be provided upon request. 37 CFR
E14(D(1)(iii) addresses the situation in- which ‘the
U.S. acted as the International Preliminary Examining
Authority (IPEA), the U.S. was elected, and the inter-
national preliminary examination report (IPER) has
issued. PCT Rule 94.2 provides that after issuance of
the IPER, the IPEA shall provide copies of any docu-
ments in the examination file to the elected Offices
upon request. PCT Rule 94.3 permits the elected
Offices to provide access to any documents in-its files
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after international publication has occurred. There-
fore, the USPTO acting in its capacity as an elected
Office, will provide a copy of the examination file in
an international application to a third party upon sub-
mission of a request complying with the requirements
of 37 CFR 1.14(i)(1)(iii). Requests for copies of an
interpational application file under 37 CFR 1.14(i)(1)
must be in the form of a written request and must
include a showing that the international application
has been published and that the U.S. was designated.
Such a showing should preferably be in the form of
the submission of a copy of the front page of the pub-
~ lished international application. Additionally, requests
for copies of international application files must also
be accompanied by the approprlate fee (37 CFR
1.19(b)(2) or (b)(3)).
" 37 CFR 1.14(i)(2) provides that copies of English
langnage translations of international applications,
which were published in a non-English language and
which designated the U.S., and which have been sub-
mitted to the Office pursuant to 35 U.S.C. 154(d)(4),
will also be available to the public. The USPTO will
not provide general notification to the public of the
filing of English language translations under
35 U.S.C. 154. Under 35 U.S.C. 154, it is the respon-
sibility of the applicant to notify any possible infring-
ers for the purposes of obtaining provisional rights.
37 CFR '1.14(1)(3) addresses access to the Home
Copy and the Search Copy of the international appli-
cation. Access to the Examination Copy of the inter-
national application is prohibited under 37 CFR
1.14¢)(5) as required by PCT Auticle 38.

115  Review of Applications for National
Security and Property nghts
Issues

All provisional applications filed under 35 U.S.C.
111(b), nonprovisional applications. filed wunder
35 U.S.C. 111(a), and international applications filed
under the PCT, in the U.S. Patent and Trademark
Office (USPTQ) are reviewed for the purposes of
issuance of a foreign filing license pursuant to
35 U.S.C. 184. See also 37 CFR 5.1(b). These appli-
cations are screened upon receipt in the USPTO for
subject matter that, if disclosed, might impact. the
national security. Such applications are referred to the
appropriate agencies for consideration of restrictions
on disclosure of the subject matter. Authority for this
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referral can be found in 35 U.S.C. 181 which pro-
vides, in part:

Whenever the publication or disciosure of an invention
by the publication of an application or by the granting of a
patent, in which the Government does not have a property
interest, might, in the opinion of the Commissioner of Pat-
ents, be detrimental to the national security, he shall make
the application for patent in which such invention is dis-
closed. available for inspection to the Atomic Energy
Commission, the Secretary of Defense, and the chief
officer of any other department or agency of the Govern-
ment designated by the President as a defense agency of
the United States.

If the agency concludes that disclosure of the
invention would be detrimental to the national secu-
rity, a secrecy order is recommended to the Commis-
sioner. The Comimissioner then issues a Secrecy
Order and withholds the publication of the application
or the grant of a patent for such period as the national
interest requ1res

Applications on mvenuons made outside the U S.
and on inventions in which a U.S. Government
defense agency has a property interest will not be
made available to defense agencies (see 37 CFR
5.1(f)). While 35 U.S.C. 181 does not expressly limit
security review to applications made in the U.S., the
licensing requirement of 35 U.S.C. 184, which limits
the need for a license only to inventions made in this
couniry, has been interpreted to limit review under
35U.8.C. 181 to inventions made in the U.S.

For those applications in which the Government
has a property interest (including applications indicat-
ing national security classified. subject matter),
responsibility for notifying the Commissioner of the
need for a Secrecy Order resides with the agency hav-
ing that interest. Applications that are national secu-
rity classified (see 37 CFR 1.9(1)) may be so indicated
by use of authorized national security markings (e.g.,
“Confidential,” “Secret,” or “Top- Secret”).-National
security classified documents filed in the USPTO
must be either hand-carried to Licensing and Review
or mailed to the Office in compliance with 37 CFR
5.1(a) and Executive Order 12958 of April 17, 1995.
As set forth in 37 CFR 5.1(d), the applicant in a
national security classified patent application must
obtain a secrecy order or provide authority to cancel
the markings. . :

A second purpose for the screening of all applica-
tions is to identify inventions in which DOE or NASA
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might have property rights. See 42 U.S.C. 2182 and
42 U.S.C. 2457 and MPEP § 150.

A third function of the screening procedure is to
process foreign filing license petitions under 37 CFR
5.12(a). See MPEP § 140.

Some applications have a label (Form PTO- 1305)
on the upper right hand comer of the face of the file
wrapper. A Notice of Allowance and Issueé Fee Due
may not be mailed for those applications if the “REV”
on the label is circled (although the examiner may be
given credit for a disposal). Such cases must be for-
warded to Licensing and Review to have the security
review completed before the Notice of Allowance can
be mailed. Cases in which only “DOE” and/or
“NASA” is circled should be counted for allowance
and the notice of allowance mailed before being sent
to Licensing: and Review for processing under the
Atomic Energy and Space Acts.

While the initial screening is performed only by
designated personnel, all examiners have a responsi-
bility to be alert for obviously sensitive subject matter
either in the original disclosure or subsequently intro-
duced, for example, by amendment. Applications that
may disclose sensitive subject matter must be for-
warded to Licensing & Review with the significant
subject matter identified by a check mark in the mar-
gin of the paper or by some equivalent marking.

120  Secrecy Orders

37 CFR 5.1. Correspondence.

(a) All correspondence in connection with this part, includ-
ing petitions, should be addressed to “Commissioner for Patents
(Attention Licensing and Review), Washington, D.C. 20231.”

(b} Application as used in this part includes provisional
applications filed under 35 U.S.C. 111(b} (§ 1.9%a)(2) of this chap-
ter), nonprovisional applications filed under 35 U.S.C. 111(a) or
entering the national stage from an international application after
compliance with 35 U.S.C. 371 (§ 1.9(a)(3)), or international
applications filed under the Patent Cooperation Treaty prior to
entering the national stage of processing (§ 1.9(b)).

(¢) Patent applications and documents relating thereto that
are national security classified (see § 1.9(1) of this éhaptcr) and
contain authorized national security markings (e.g., “Confiden-
tial,” “Secret” or “Top Secret™ are accepted by the Office,
Natlonal security classified documents filed in the Office must be
either hand-carried to Licensing and Review or mailed to the
Office in compliance with paragraph (a) of this section.

{d) The applicant in a national security classified patent
application must obtain a secrecy order pursuant to § 5.2(a). If a
national security classified patent application is filed without a
notification pursuant to § 5.2(a), the Office will set a time period
within which either the application must be declassified, or the
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application must be .placed under a secrecy order pursuant to
§ 5.2(a), or the applicant must submit evidence of a good faith
effort to obtain a secrecy order pursnant to § 5.2(a) from the rele-
vant department or agency.in order to prevent abandonment of the
application. If evidence of a good faith effort to obtain a secrecy
order pursuant to § 5.2(a) from the relevant department or agency
is submitted by the applicant within the time period set by the
Office, but the application has not been declassified or placed
under a secrecy order pursuant to § 5.2(a), the Office will again
set a time period within which either the application must be
declassified, or the application must be placed under a secrecy
order pursuant to § 5.2(a), or the applicant must submit evidence
of a good faith effort to-again obtain a secrecy order pursuant to §
5.2(a) from the relevant department or agency in order to prevent
abandonment of the application.

(e) An application will not be published under §1.211 of
this chapter or allowed under § 1.311 of this chapter if publication
or disclosure of the application would be detrimental to national
security. An application under national security review will not be
published. at Ieast until six months from its filing date or three
menths from the date the application was referred to a defense
agency, whichever is later. A national security classified patent
application will not be published under § 1.211 of this chapter or
dllowed under § 1.311 of this chapter until the application is
declassified and any secrecy order under § 5.2(a) has been
rescmded

(f) Applications on 1nvent10ns made outside the Umted
States and on inventions in which a U.S. Government defense
agency has a property interest will not be made available to
defense agencies

37 CFR 5.2. Secrecy order.

(a) When notified by the chief officer of a defense agency
that publication or diselosure of the invention by the granting of a
patent would be detrimental to the national security, an order that
the invention be kept secret will be issued by the Commissioner of
Patents and Trademarks.

(b) Any request for compensation as prowded in 35 U.S.C,
183 must not be made to the Patent and Trademark Office, but
directly to the department or agency which caused the secrecy
order to be issued.

(c) An application disclosing any s1gmf1cant part of the sub—
ject matter of an application under a secrecy order pursuant to
paragraph (a) of this section also falls within the scope of such
secrecy order. Any such application that is pending before the
Office must be promptly brought to the attention of Licensing and
Review, unless such application is itself under a secrecy order pur-
suant to paragraph (a) of this section. Any subsequently filed
application containing any significant part of the subject matter of
an application under a secrecy order pursuant to paragraph (a) of
this section must either be hand-carried to Licensing and Review
or mailed to the Office in compliance with § 5.1(a).

37 CFR 5.3. Prosecution of application under secrecy
orders; withholding patent.

Unless specifically ordered otherwise, acticn on the application
by the Office and prosecution by the applicant will proceed during
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the time an application is under secrecy order to the pomt indi-
cated in this section: :

(a) National applications under secrecy order-which come to
d final rejection must be appeaied or otherwise prosecuted to
avoid abandonment. Appeals in such cases must be completed by
the applicant but unless otherwisé- specifically ‘ordered by the
Commissioner will not be set for hearing vntil thc secrecy order is
removed. :

_ “(B) An intetference will not be declared involving national
applications under secrecy order. However, if an applicant whose
application is under secrecy order séeks (G provoke: an interfer-
ence with an issued patent, a notice of that fact will be placed in
the file wrapper of the patent, (See § 1.607(d)).

(c) When the national application is found to be in cb’nditio_n
for allowance except for the secrecy order the applicant and the
agency which caused the secrecy order to be'issued will be noti-
fied, This notice (which is not a notice of allowance under § 1.311
of this chapier) does not require reply by the applicant and places
the ‘national application ina condition of suspension until the
secrecy order i removed. When the secrecy order is removed the
Patent and Trademark Office will issue a notice of allowance
tnder § 1.311 of this chapter, or take such othcr achon as may
then be warranted.

(d) International applications under secrecy order will not be
mailed, delivered or othérwise transmitted to the international
authorities or the applicant. International applicatioris “under
secrecy order will be processed up to the point where, if it were
not for the secrecy ofder, record and search copies would be trans-
niitted to the international anthorities or the applicant.

37 CFR 5.4. Petition for rescission of secrecy order.

(a) A petition for rescission or removal of a secrecy order
may be filed by, or on behalf of, any principal affected thereby.
Such petition may be in letter form, and it must be in duplicate.

" (b)Y The petition must recite any and all facts ‘that purport ©
render the order ineffectual or futile if this is the basis of the peti-
tion. When prior publications or patents are ‘alleged the petition
must give complete data as to such pubhcauons or patents and
should be accompanied by copies thereof. -

(c) The petition must identify any contract between the Gov-
ernment and any of the principals, under which the subject matter
of the application or any significant part thereof was developed, or
to which the subject matter is otherwise related. If there is-no such
contract, the petition must so state.

(d)} Appeal to the Secretary of Commmerce, as prov1ded by
35U.5.C. 181, from a $ecrecy order cannot be taken until after a
petition for rescission of the secrecy order has been made and
denied. Appeal must be taken within sixty days from the date of
the denial, and the party appealing, as well as the department or
agency which cansed the order to be issued, will be notified of the
time and place of hearing.

37 CFR 5.5. Permirt to disclose or modifi canon of secrecy
order.

(2) Consent to disciosure, or to the filing of an application
abroad, as provided in 35 U.S.C. 182, shall be made by a “penmt”
or “modification” of the secrecy order. -
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(b) Petitions for a.permit or modification must fully recite
the reason or purpose for the proposed disclosure. Where any pro-
posed disclosee is known to be cleared by a defense agency to
receive classified information, adequate explanation of such clear-
ance should be made in the petition including the name of the
agency or department gran(ing the clearance and the date and
degree thereof. The petition must be filed in duplicate.

". (¢) In a petition for modification of a secrecy order to permit
ﬁlmg abroad, all countries in which it is proposed to file must be
made known, as well as all attorneys, agents and others to whom
the matenal will be cons1gned prior to being 1odged in the foreign
patent office. The petition should inélude a statement vouching for
the Jovalty and integrity of the proposed disclosees and where
their clearance status in this or the foreign country is known all
details should be given. . :

(d) Consent to the dlsclosurc of subject matter from one
application under secrecy order may be deemed to be consent to
the disclosure of common subject matter in other applications
under secrecy drdet 80 long as not taken 'out of confext in a man-
ner disclosing material beyond the modification ‘granted in the
first application.

(¢) Organizations requiring consent for disclosure of apph—
cations under secrecy order to persons or.organizations in connec-
tion with repeatcd routine operation may petition for such consent
in the form of a general permit. To be successful such petitions
must ordinarily recite the securify cléarance status of the disclo-
sees as sufficient for the hlghest classification of material that may
be involved. . :

SECRECY ORDER TYPES

Three types of Secrecy Orders gach of a dlfferent
scope, are issued as follows:

(A) Secrecy Order and Permit for Foreign Filing
in Certain Countries — to be used for those patent
applications that contain technical data whose export
is controlled by the guidelines contained in DoD
Directive 5230.25 dated November 6, 1984 which
reviews export control under 10 U.S,C. 140(c) and the
Militarily Critical Technology List (MCTL).

(B) Secrecy Order and Permit for Disclosing
Classified Information -— to-be used for those patent
applications which contain technical data that is prop-
erly classified or classifiable (no Government interest)
under a security guideline where the patent applica-
tion owner has a current DoD Security Agreement,
DD Form 441. If the application is classifiable, this
secrecy order allows disclosure of the technical infor-
mation as if it were classified as prescribed in the
Industrial Security Manual (ISM).

(C) Secrecy Order — to be used for those patent
applications that contain technical data properly clas-
sifiable under a security guideline where .the patent
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application owner does not have a Dol Security
Agreement. The order prevents disclosure of the sub-
ject matter to anyone without an express written con-
sent from the Commissioner. However, quite often
this type of secrecy order includes a permit “Permit
A” which relaxes the disclosure restrlcuons as set
forth in the permit.

The first Secrecy Order is intended to permit the
widest utilization of the technical data in the patent
application while still controlling any publication or
disclosure which would resuit in an wnlawful exporta-
tion. This type of Secrecy Order is based on the appli-
cable export controls'in either the Commeodity Control
List (CCL) or the Munitions Lists of the International
Traffic in Arms Regulation (ITAR), and identifies the
countries where corresponding patent applications
may be filed. Countries with which the United States
has reciprocal security agreements are: Australia, Bel-
gium, Canada, Denmark, France, Germany, Greece,
Italy, Japan, Luxembourg, Netherlands, Norway, Por-
tugal, Spain, Sweden, Turkey and the United King-
dom. Please note that applications subject to a secrecy
order cannot be filed directly with the European
Patent Office since no reciprocal security agreement
with this organization exists. Applications must be
filed in the individual EPO member countries identi-
fied above.

- The intent of the second Secrecy. Order is to treat
classified technical data presented as a patent applica-
tion in the same manner as any other classified mate-
rial. Accordingly, this Secrecy Order will include a
notification of the classification level of the technical
data in the application.

The third type of Secrecy Order is used where the
other types: of Orders do not apply, including Orders
issued by direction of agencies other than the Depart-
ment of Defense. :

A Secrecy Order should not be construed in any
way to mean that the Government has adopted or con-
templates adoption of the alleged invention disclosed
in an application; nor is it any indication of the value
of such invention.

RELATED SUBJECT MATTER

The Secrecy Orders apply to the subject matter of
the invention, not just to the patent application itself,
Thus, the Secrecy Order restricts disclosure or publi-
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cation of the invention in any form. Furthermore,
other patent applications already filed or later filed
which contain any significant part of the subject mat-
ter of the application also fall within the scope of the
Order and must be brought to the attention of Licens-
ing & Review if such applications are not a]ready
under Secrecy Order by the Commissioner.

The -effects of a Secrecy Order are detailed in the
notifying letter and include restrictions on disclosure
of the invention and delay of any patent grant until the
Order is rescinded.

CORRESPONDENCE

When the Secrecy Order issues, the law specifies
that the subject matter or any material information rel-
evant to the application, including unpublished details
of the invention, shall not be published or disclosed to
any person not aware of the invention prior to the date
of the Order, including any employee of the principals
except as permitted by the Secrecy Order. The law
also reqmres that all information material to the sub-
ject matter of the application be kept in confidence,
unless written permission to'disclose is first obtained
from the Commissioner of Patents and Trademarks
except as provided by the Secrecy Order. Therefore,
all correspondence to be filed in an application which
is subject to a secrecy order and which is directly
related to the subject matter covered by the Secrecy
Order must be transmitted to the Office in a manner
which would preclude disclosure to unaunthorized
individuals and addressed as set forth in 37 CFR
5.1(a). Use of facsimile transmission is not permitted.
37 CFR 1.6(d)(6).

Subject matter-under Secrecy Order must be safe-
guarded under conditions that will provide adequate
protection and prevent access by unauthorized per-
sons.

When applicants desire to change the Power of
Attomey in an application under Secrecy Order, the
name, date of birth and Social Security number of the
new attorney(s) should be included in the change
notice so that Licensing and Review may conduct the
necessary access security clearance checks.

Applicants should also ensure that the correspon-
dence address {37 CFR 1.33) of any application under
Secrecy Order represents a location suitable for the
receipt of security information. :
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PCT APPLICATIONS

- If the Secrecy Order is apphed to an mternauonal
application, the application will not be forwarded to
the International Bureau as long as the Secrecy Order
remains in effect. ‘If the Secrecy Order remains. in
effect at the end of the time limit under PCT Rule
22.3, the international application will be considered
withdrawn (abandoned) because the Record Copy of
the international application was not received in-timne
by the International Bureau. 37 CFR 5.3(d), PCT Arti-
cle 12(3), and PCT Rule 22.3. If the United States of
America has been designated, however, it'i§ possible
to save the U.S. filing date, by fulfilling the require-
ments of 35 U.S.C. 371(c) prior to the withdrawal.

CHANGES IN SECRECY ORDERS

Apphcants may peutton for rcsclssmn or mod1f1ca—
tion of the ‘Secrecy Order. For example 1f the appli-
cant believes that certain existing facts or
c1rcumstances would render the Secrecy Order inef-
fectual, he or she may mf(_)rrnally contact the sponsor-
ing agency to discuss these facts or formally petition
the Commissioner to rescind the Order. Rescission of
a Secrecy Order.may also be effected in some circum-
stances by expunging the sensitive subject matter
from the- disclosure, provided the: sensitive subject
matter -is not necessary for an- enabling disclosure
under 35. U.S.C. 112, first paragraph. See MPEP
§ 724.05. The defense agency identified ‘with the
Secrecy Order as sponsoring the Order should be con-
tacted directly for assistance in determining what sub-
ject matter in-the application is-sensitive, and whether
the agency would agree to rescind the Order upon
expunging this subject matter. The applicant may.also
petition the Commissioner for a permit o disclose the
invention to; another or.to modify the Secrecy Order
stating fully the reason or purpose for. disclosure or
modification.- An example of such a situation would
be a request to file the application in a foreign coun-
try. The requirements for petitions are described in 37
CFR 54 and 5.5. The law also provides that if an
appeal is necessary, it may be taken to the Secretary of
Commerce. Any petition or -appeal should be
addressed to the Commissioner for Patents, Attention:
Licensing and Review, Washington, DC 20231.
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IMPROPER OR INADVERTENT DISCLOSURE

If, pnor to or after the issuance of the Secrecy
Order, any s1gmﬁcant part of the subJect matter or
material information relevant to the apphcatlon has
been or is revealed to any U.S. citizen in the United
States, the principals must promptly inform such per-
son of the Secrecy Order and the pena1t1es for
improper disclosure. If such part of the subject matter
was or is disclosed to any personin a foreign country
or foreign national in the U.S., the principals must not
inform such person of the Secrecy Order, but instead
must promptly furnish to the Commissioner.for Pat-
ents, U.S. Patent and Trademark Office,: Attention:
Licensing and Review Washington, D.C. 20231 the
following information to the extent not already fur-
nished: date of disclosure; name and address of the
disclosee; identification of such subject matter; and
any: authorization by a U.S. government agency .to
export such subject . matter. If the subject matter is
included in any foreign patent.application or- patent
this should be identified. -

EXPIRATION

“Under the provision of 35 US.C. 181; a Secrecy
Order remains in effect for a period of 1 year from its
date of issuance. A Secrecy Order may beé renewed for
additional periods of not more than 1 year upon notice
by a government agency that the national interest so
requires. The applicant is mnotified of - any: such
renewal, :

The - expiration of or faﬂm‘e to renew a Secrecy
Order does not lessen in any way the responsibility of
the principals for the security of the subject matter if it
is subject to the provisions of Exec. Order No. 12958
or the Atomic Energy Act of 1954, as -amended,
42 U.S:C. 141 et. seq. and 42 U.S.C. 2181 et. seq. or
other applicable law unless the principals have been
expressly notified that the subject patent application
has been decla551ﬁed by the proper authorities and the
security markings have been authorized to be can-
celed or removed.

121  Handling of Appllcatlons and
Other Papers Bearing
Security Markings

“Under Bxecutive Order for Classified National
Security Information (Exec. Order No. 12958, 60 FR
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19825 (April 20, 1995)) standards are prescribed for
the marking, handling, and care of official informa-
tion which requires safeguarding in the interest of
security.

Papers marked as prescribed in the. Executive
Order, and shOng that such markmg is .applied by,
or at the direction of, a government agency, are
accepted in patent applications. All applications or
papers in the U.S. Patent and Trademark Office bear-
ing words such as “Secret” or “Confidential” must be
promptly referred to Technology Center (TC) Work-
ing Group 3640 for clarification or security treatment.
Under no circumstances can any such application,
drawing, exhibit, or other paper be placed in public
records, such as the patented files, until all security
markings have been considered .and declassified or
otherwise explained. :

Authorized security markings may be placed on the
patent application drawings when filed provided that
such markings. are outside the illustrations and. that
they are removed when the material is declassified. 37
CFR 1.84(v).

130  Examination of Secreéy

Order Cases

All applications in which a Secrecy Order has been
imposed are examined in Technology Center (TC)
Working Group 3640 and Art Unit 3662. If the Order
is imposed subsequent to the docketifig of an applica-
tion in another TC, the application will be transferred
to TC Working Group 3640. '

Secrecy Order cases are examined for patentablhty
as in other cases, but may not be passed to issue; nor
will an interference be declared where one or more of
the conflicting cases is classified or under Secrecy
Order. See MPEP § 2309.06. When requested to do so
by examiners outside TC Working Group 3640 and
Art Unit 3662, examiners in TC Working Group 3640
or, if appropriate, examiners of Art Unit 3662, will
conduct the interference searches of those interference
files containing briefcards from classified or. Secrecy
Order cases.

In case of a final rejection, while such action must
be properly replied to, and an appeal, if filed, must be
completed by the applicant to prevent abandonment,
such appeal will not be set for hearing by the Board of
Patent Appeals and Interferences until the Secrecy
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Order is removed, unless- spemflcally ordered by the
Commissioner.

When a Secrecy Order case is in condition for
allowance a notice of allowablhty (Form D- 10) 18
issued, thus closing the prosecution. Any amendments
received thereafter. are not entered.or responded to
until such time as the Secrecy Order is rescinded. At
such time, amendments which are free from objection
will be entered; otherwise they are denied entry. _

Due to the add1t10n_al administrative burdens asso-
ciated with handiing papers in Secrecy Order cases,
the full statutory period for reply will ordinarily be set
for all Office actions issued on such cases.

Sometimes. applications bearing national secunty
markmgs but no Secrecy Order come up for examina-
tion.In this. case, the examiner should require the
applicant to seek. imposition: of a Secrecy Order .or
authority to cancel the markings. This should prefera-
bly be done with the first action and, in any event,
prior to final d1sposmon of the application. Pursuant
to 37 CFR 5.1(d), if no Secrecy Order has issued in a
national security classified patent application, the
Office will set a time period within which the appli-
cant must take one of the following three actions in
order to prevent abandohm_ent of the application:

(A) obtain a Secrecy Order;

- B) declaSSIfy the application; or
. (C) submit. evidence of a good faith effort to
obtain a Secrecy Order pursuant to 37 CFR 5.2(a). .

Pursuant to 37 CFR 5.1(e), a national security
classified patent application will not be allowed until
the application is declassified and any Secrecy Order
pursuant to 37 CFR_S 2(a) has been rescinded.

140  Foreign Filing Licenses

35 U.S.C. 184. Filing of application in foreign country.

Except when authorized by a license obtained. from the Com-
missioner of Patents a person shall not file or cause or authorize. to
be filed in any forelgn country prior to six months after filing in
the United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an inven-
tion made in this country. A license shall not be granted with
respect to an invention subject to an order issued by the Commis-
sioner of Patents pursuant to section 181 of this title without the
concurrence of the head of the departments and the chief officers
of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed
abroad through error and without deceptive intent and the apphca-
tion does not disclose an invention within the scope of section 181
of this title.- :
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.. The:term “application” -when used in this chapter includes
applications and any modifications, amendments, or supplements
thereto, or lelSlOnS thereof.

" The scope of a license shall permit subsequent m0d1ficatxons,
amendments, and supplements containing additional subject mat-
ter if ‘the application upon which the request for the license is
based is not, or was not, required to be made available for inspec-
tion under section 181 of this title and if such modifications,
amendments, and supplements do not change the general nature of
the invention in a manner which Would require such apphcatlon to
be made available for mspectmn under such section 181. In any
case in which a license is not, or was not, required in order to file
an application in any foréign country, such subsequent modifica:
tions, -amendments, and sdpplements may be made, without a
license, to the application filed in the foreign country if theUnited
States application was not requn'ed to be made available for
mspectwn under section 181 and 1f such mod1ﬁcat10ns, amend-
ments, and supplements do not, or did not, change the gencral
nature of the invéntion in a manner which would require the
United States application to have been made available for i mspec—
tion under such section 181.

35U.5.C 185 Patem‘ barred for ﬁlmg without lzcense

' Not\xflthstanmng any other prowswns of law “amy person, and
lis successors, assigns, or legal representatives, shall not réceive a
United States patent for an invention if that person, ot his succes-

sors, assigns, or legal representatives:-shall, without procuring the -

license prescribed in section 184 of this title, have made, or con-
sented to or assisted another’s making, application in a foreign
country for a patent or for the registration of a utility model,
industrial design, or model in respect of the invention, A United
States patent issued to such person, his successors asmgns or
legal representatwes shall be invalid, unless the failure to procure
such license was through error and without deceptive intent, and
the patent does not disclose: sub_]ect matter within the scope of sec-
tion 181 of this title.

35 U.S.C. 186. Penalry.”

Whoever dunng the period or periods of time an invention has
been ordered 1o be kept secret and the grant of 4 patent thereon
withheld pursuant to section 181 of this title, shall, with knowl-
edge of such order and without due authorization, willfully pub-
lish or disclose or authorize or cause to be published or disclosed
the invention, ot material information with respect thereto, or
whoever willfully, in violation of the provisions of section 184 of
this title, shall file or cause or authorize to be filed in any foreign
country an‘application for patent or for the registration of a utility
model; industrial design, or miodel in respect of any inverition
made in the United States, shall, upon conviction, be fined not
more than $10,000 or imprisoned for not more than two years, or
both. '

The amendments made to 35 U.S.C. 184, 183, and
186 by Public Law 100-418 apply to all United States
patents granted before, on, or after August 23, 1988
to all applications for Umted States patents pending
on or filed after August 23, 1988, and to all licenses
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under- 35 U.S.C. 184 granted before, on, or -after
August 23, 1988.

More specifically, paragraphs (c) and (d) of section
9101 of Public Law 100-418 read as follows:

 Séc. 9101. INCREASED EFFECTIVENESS OF
PATENT LAW o |

Lo

- (¢)REGULATIONS.-- The. Commissioner- of Patents

and Trademarks shall prescribe such regulations as may

" be necessary to lmplement the amendments made by this
' sectlon '

' (d)EFFECTIVE'DATE.-- (1) Subject to patagraphs (2),
(3), and (4) of this subsection, the amendments made by
this section shall apply to all United States patents granted
before, on, or after the date of enactment of this section, to
all applications for United States patents pendmg on or
filed after suchi idate of enactment, and to all licensés =

-under sectioh 184 granted before, on, ot after the date of
enactment of this section. ’

(2)The amendments made by this section shall not
affect any final decision made by-acourt or the Patent and -
Trademark Office before the date of enactment of this sec-
tion with respect to a patent or application for patent, if no
appeal from such decision is pending and the time for fil-

a mg an appeal has expxred

(3)N0 Umted States patent granted before the date of
enactment of this section shall abridge or affect the right
of any person or his successors in business who made,
purchased, or used, prior to such date of enactment, any- ‘
thing protected by the patent, to continue the use of, or

- .gell to-others to be used or. sold, the specific thing so

. .made, purchased, or used, if the patent claims:were
invalid or otherwise unenforceable on a ground obviated
by this section and the person made, purchased, or used
the spec1f1c thing in reasonable reliance oh such invalidity
“or unenforceability, If a person reasonably relied 'on such
invalidity or vnenforceability, the court before whick such
matter is in question may provide for the continued manu-
facture, use, or sale of the thing made, purchased, or used
as specified, or for the manufacture, use, or sale of which
substantial preparat:lon was made before the date of enact-
ment of this section, and it may also provide for the con-
tinued practice of amy process practiced, or for the
practice of which substantial preparation was made, prior

. to the date of enactment of this section, to the extent and
under such terms as the court deems equitable for the pro-

" tection of investments made or busmess commenced
before such date of enactment.
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(4)The amendments made by this section shall not.
affect the right of any party in any case pending in court
on the date of enactment of this section to have its rights
or liabilities --

(A)under any patent before the court, or

(B)under any patent granted after such date of enact-
ment which is related to the patent before the court by
deriving priority right under section 120 or 121 of title 35,
United States Code, from a patent or -an application for
patent common to both patents, determined on the basis of
the substantive law in effect before the date of enactment
of this section.

35 U.S.C. 187. Nonapplicability to certain persons

The prohibitions and penalties of this chapter shall ot apply to
any officer or agent of the United States acting within the scope of
his authority, nor to any person acting upon his written instruc-
tions or permlssmn

35 US.C 188. Rules and regulations, delegation of power.

The Atomic Energy Commission, the Secretary of a defense
department, the chief officer of any department or agency of the
Government designated by the President as a defense agency of
the United States, and the Secretary of Commerce, may separately
issue rules and regulations to cnable the respective department or
agency to carry out the provisions of this chapter, and may dele-
gate any power conferred by this chapter. -

37 CFR 5.11. License for filing in a foreign country an
application on an invention made in the United States or
Jor transmitting an international application.

{a) A license from the Commissioner of Patents and Trade-
marks under 35 U.5.C. 184 is required before filing any applica-
tion for patent including any modifications, amendments, or
supplements thereto or divisions thereof or for the registration of a
utility model, industrial design, or model, in a foreign patent
office or any foreign patent agency or any international agency
other than the United States Receiving Office, if the invention was
made in the United States and:

(1). An application on the invention has been filed in the
United States less than six months prior to the date on which the
application is to be filed, or

(2) No application on the invention has been filed in the
United States.

(b} The license from the Commissioner of Patents and
Trademarks referred to in paragraph (a) would also authorize the
export of technical data abroad for purposes relating to the prepa-
ration, filing or possible filing and presecution of a foreign patent
application without separately complying with. the regulations
contained in 22 CFR parts 121 through 130 (International Traffic
in Arms Regulations of the Department of State), 15 CFR part 779
(Regulations of the Office of Export Administration, International
Trade Administration, Department of Commerce) and 10 CFR
part 810 (Foreign Atomic Energy Programs of the Department of
Energy).

(¢) Where technical data in the form of a patent application,
or in any form, is being exported for purposes related to the prepa-
ration, filing or possible filing and prosecution of a foreign patent
application, without the license from the Commissioner of Patents
and Trademarks referred to in paragraphs (a) or (b} of this section,
or on an invention not made in the United States, the export regu-
lations contained in 22 CFR parts 120 through 130 (International
Traffic in Arms Regulations of the Department of State), 15 CFR
parts 768-799 (Export Administration Regulations of the Depart-
ment of Commerce) and 10 CFR part 810 (Assistance to Foreign
Atomic Energy Activities Regulations of the Department of
Energy) must be complied with unless a license is not required

because a United States application was on file at the time of

export for at least six months without a secrecy order under § 5.2
being placed thereon.The term “exported” means export as it is
defined in 22 CFR part 120; 15 CFR part 779 and act1v1t1es cov-
ered by 10 CFR part 810. ’

(d) If a secrecy order has been issued under § 5.2, an-appli-

cation cannot be exported to, or filed in, a foreign country (includ-

ing an international agency 'in a foreign country), except in
accordance with § 5.5.

(e) No license pursuant to paragraph (a) of this section is

required:
(1) If the invention was not made in the United States, or
- (2) If the corresponding United States -application is not
subject to a secrecy order under € 5.2, and was filed at least six
months prior to the date on which the apphcatlon is filed in a for-
eign country, or - :

(3) For subsequent mod1ﬁcat10ns amendments and sup-
plements containing additional subject matter to, or divisions of a
foreign patent application if:

(i)" A license is not, or was not, required under para-
graph (e)(2) of this section for the foreign patent application;

(if) The corresponding United States application was
not required to be made available for mspecuon under 35 U.S.C.
181; and :

(iii) Such modifications, amendments, and supple~
ments do not, or did not, change the general nature of the inven-
tion in a manner which would require any corresponding United
States application to be or have been aveulab[e for mspcctlon
under 35 U.S.C. 181.

(f) A license pursuant to paragraph (a) of this section can be
revoked at any time upon written notification by the Patent and
Trademark Office. An authorization to file a foreign patent appli-
cation resulting from the passage of six months from the date of
filing of a United States patent application may be revoked by the
imposition of a'secrecy order.

37 CFR 5.12. Permon Jor license. :

(a) Filing of an application for patent for inventions made in
the United States will be considered to inciude a petition for
license under 35 U.S.C. 184 for the subject matter of the applica-
tion. The filing receipt will indicate if a license is granted. If the
initial antomatic petition is not granted, a subsequent petition may
be filed under paragraph (b) of this section,

(b) A petition for license must include the fee set forth in
§.1.17(h) of this chapter, the petitioner’s address, and full instruc-
tions for delivery of the requested license when it is to be deliv-
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ered to other than the petltloner Thc petltlon should be presentcd
in letter form.

37 CFR 5.13. Petitian for license; no corresponding
application,

If no corresponding national or mtematlonal apphcatlon has
been filed in the United States, the petition for license under
§ 5.12(b) must also be accompanied by a legible copy of the mate-
rial upon which a license is desired. This-copy will be retamcd as
a measure of the license granted.

37 CFR 5.14. Pet_ition for license; corresponding U.S.
application.

(a) When there is a correspondmg United States application
on flle, a petition for license under § 5.12(h) must also identify
this application by application number, filing date, inventor, and
title, but a copy of the material upon which the license is desired is
not required. The subject matter licensed will be measured by the
disclosure of the United States application.

(b) Two or more United States. applications should not be
referred to in the same petition for license unless they are to. be
combined in the foreign or international application, in which
event the petition should so state and the identification of each
United States application-should be in separate paragraphs.

{c) Where the application to be filed or exported abroad con-
tains matter not.disclosed in the United States application or appli-
cations, including the case where the combining of two or.more
United States applications introduces subject matter not-disclosed
in-any -of them, a copy of the application as it is to be filed in the
foreign country. or international application which is to be trans-
mitted to a foreign international or national agency for filing in the
Receiving Office, must be furnished with the petition. If however,
all new matter in the foreign or international application to be
filed is readily identifiable, the new matter may be submitted in
detail and the.remainder by reference to the pertinent United
States application or applications. :

37 CFR 5.15. Scope of license.
(a) Applications or other materials reviewed pursuant to §§
5.12 through 5.14, which were not required (o be made ayailable
for inspection by defense agencies under 35 U.S.C. 181, will be
eligible for a license of the scope provided in this paragraph. This
license permits subsequent modifications, amendments, and sup-
plements containing additional sub_]ect matter to, or divisions of, a
foreign patent application, if such changes to the application do
not alter the general nature of the invention in a manner which
would require the United States application to have been made
available for inspection under 35 U.S.C. 181. Grant of this license
authorizing the export and filing of an application in a foreign
country or the transmitting of an international application to any
foreign patent agency or international patent agency when the
subject matter of the foreign or international application corre-
sponds to that of the domesuc apphcatlon This license includes
authority: -
(1) To export aud file all duphcatc and formal apphcatlon
papers in foreign countries or with international agencies; -
(2) To make  amendments; modifications, -and -supple-
ments, including divisions, changes or supporting matter consist-
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ing of the illustration, exemplification, comparison; or éxplanation
of subject matter disclosed in the application; and
- (3) To'take any action in the prosecution of the foreign or

international application provided that the adding of subject mat-
ter or taking of any action under paragraphs (a)(1) or (2) of this
section does not change: the general nature of the invention dis-
closed in the application in a manner which would require such
application to have been made available for inspection under
35U.S.C. 181 by including technical data pertaining to:

(i) Defense services or. articles designated in the
United States Munitions List applicable at-the time of foreign fil-
ing, the unlicensed exportation of which is prohibited pursuant to
the Arms Export Control Act, as amended, and 22 CFR parts 121
through 130; or

(ii) Restricted Data, sensitive nuclear technology or
technology useful in the production or utilization of special
nuclear material or atomic energy, dissemination of which is sub-
ject to restrictions of the Atomic Energy Act of 1954, as amended,
and the Nuclear Non-Proliferation Act of 1978, as implemented.
by the regulations for Unclassified Aciivities in Foreign Atomic
Energy Programs, 10 CFR part 810, in cfff:ct at the time of foreign
filing.

(b) Applications or other materials which were required to
be made available for inspection under 3510.8.C. 181 will be eli-
gible for a license of the scope provided in this paragraph. Grant
of this Ticense authorizes the export and filing of an application in
a foreign country or the transmitting of ‘an international applica-
tion to any foreign patent agency or international patent agency.
Further, this license includes aunthority to export and file all dupli-
cate and formal papers in foreign countries or with foreign and
international patent agencies and to make amendments, modifica-
tions, ‘and supplements to, file divisions of, and take any action in
the prosecution of the foreign or international application; pro-
vided subject matter additional to that covered by the license is
not involved.

{c) A license granted under § 5.12(b} parsuant to § 5.13 or
§ 5.14 shall have the scope indicated in paragraph (a) of this sec-
tion, if it is so specified in the license. A petition, accompanied by
the required fee (§ 1.17(h)), may also be filed to change a license
having the scope indicated in paragraph (b)- of this section to a
license having the scope indicated in paragraph (a) of this section.
No such petition will be granted if the copy of the material filed
pursuant to § 5.13 or-any corresponding United States application.
was required to be made available for inspection under 35 U.S.C.
181. The change in the scope of a license will- be effcctwe as of
the date of the grant of the petition.

{d) In those cases in which no license is required to file the
foreign application or transmit the international application, no
license is required to file papers in connection with the prosecu-
tion of the foreign or international application. not mvolvmg the
disclosure of additional subject matter,

(e} Any paper filed abroad or transmitted to an 1nternat10nal
patent agency following the filing of .a foreign or international
application which changes the general nature of the subject matter
disclosed at the time of filing in a manner which would require
such application to have been made available for inspection under
35 11.5.C. 181 or which involves the disclosure of subject matter
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listed in paragraphs (a)(3)(1) or (ii) of this section must be sepa-
rately licensed in the same mannet as a foreign or international
application. Further, if no license has been granted under § 5.12(a)
on filing the corresponding United States application, any paper
filed abroad or with an international patent agency which involves
the disclosure of additional subject matter must be licensed in the
same manner as a foreign or international application.

(f) Licenses separately granted in connection with two or
more United States applications may be exercised by combining
or dividing the disclosures, as desired, provided: '

(1) Subject matter which changes the general nature of
the subject matter disclosed at the time of filing or which involves
subject matter listed in paragraphs (a)(3) (1) or (ii) of this section
is not introduced and,

(2) In the case where at Ieast one of the licenses was
obtained under § 5.12(b), additional subject matter is not intro-
duced.

(2) A license does not apply to acts done before the license
was granted. See § 5.25 for petitions for retroactive licenses.

37 CER 5.18. Arms, ammunition, and implements of war.

(a) The exportation of technical data relating to arms,
ammunition, and implements of war generally is subject to the
International Traffic in Arms Regulations of the Department of
State (22 CFR parts 120 through 130); the articles designated as
arms, ammunitions, and implements of war are enumerated in the
U.S. Munitions List (22 CFR part 121). However, if a patent
applicant complies with regulations issued by the Commissioner
of Patents and Trademarks under 35 U.S.C. 184, no separate
approval from the Department of State is required unless the
applicant seeks t0 export technical data exceeding that used to
support & patent application in a foreign country. This exemption
from Department of State regulations is applicable regardless of
whether a license from the Commissioner is required by the provi-
sions of §§ 5.11 and 5.12 (22 CFR part 125).

(b) When a patent application containing subject matter on
the Munitions List (22 CFR part 121) is subject to a secrecy order
under § 5.2 and a petition.is made under § 5.5 for a modification
of the secrecy order to permit filing abroad, a separate request to
the Department of State for authority to export classified informa-
tion is not required (22 CFR. part 125).

37 CFR 5.19. Export of technical data.

(a) Under regulations (15 CFR 770.10(j)) established by the
Department of Commerce, a license is not required in any case to
file a patent application or part thereof in a foreign country if the
foreign filing is in accordance with the regulations (8§ 5.11
through 5.25) of the Patent and Trademark Office.

(b} An export license is not required for data contained in a
patent application prepared wholly from foreign-origin technical
data where such application is being sent to the foreign inventor to
be executed and returned to the United States for subsequent filing
in the U.S. Patent and Trademark Office {15 CFR 779A.3(e)).

37 CFR 5.20. Export of technical data relating to sensitive
nuclear technology.

Under regulations (10 CFR 810.7) established by the United
States Department of Energy, an application filed in accordance
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with the regulations (§§ 5.11 through-5.25) of the- Patent and
Trademark Office and eligible for foreign filing under 35 U.S.C.
184, is considered to be information available to the pubhc in pub-
lished form and a generally authorizéd activity for the purposes of
the Departmerit of Energy regulations.

37 CFR 5.25. Petition for retroactive license.
{a) A petition for retroactive license under 35 U. S.C. 184

shall be presented in accordance with § 5. 130r§s. 14(a), and’

shall include:
(1} A listing of each of the foreign countries in which the
unlicensed patent application material was filed,
(2) The dates on which the material was filed in each
country, '
(3) A verified statement {oath or declaration) containing:
(i) An averment that the subject matter in question
was not under a secrecy order at the time it was filed abroad, and
that it is not currently under a secrecy order,
(ii) A showing that the license has been diligently
sought after discovery of the proscribed foreign filing, and
(iii) An explanation of why the material was filed.
abroad through error and without deceptive intent without the
required license under § 5.11 first having been obtained, and
(4) The required fee (§ 1.17(h)).

'In the interests of national security, the United
States government imposes restrictions on the export
of technical information. These restrictions are
administered by the Departments of Commerce, State,
and/or Energy depending on the subject matter
involved. For the filing of patent applications in for-
eign countries, the authority for export control has
been- delegated to the Commlssmner -of Patents and
Trademarks: : :

‘Thére are two ways in which permission to ﬁle a
patent application abroad may be obtained: either a
petition for ‘a foreign filing license may be granted
(37 CFR 5.12) or'an applicant may wait 6 months
after filing a patent’ application in the USPTO
(35 U.S.C. 184) at which time a license on that sub-
ject matter is no longer required as long as no Secrecy
Order has been-imposed. 37 CFR 5.11(e)(2).
~ There are several means by which a foreign filing
license may be issued. First, every U.S. origin appli-
cation filed in the USPTO is considered to include an
implicit petition for a foreign filing license. The grant
of a license is not immediate or even ensured. If the
application is not marked by the security screeners,
the petition is granted. This is indicated to the appli-
cant by the presence on the filing receipt of the phrase
“Foreign Filing License Granted” and a date. The
license becomes effective on the date shown.
Further, grant of this license is made of record in the
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application file by means of a similar notation on the
file wrapper of the application below the “Foreign/
PCT Applications” data or on the PALM bib-data
sheet. The scope of this license is quite broad as set
forth in 37 CFR 3.15(a).

~ Explicit petitions for foreign' filing licenses will
also be accepted in accordance with 37 CFR 5.12(b).
Applicants may be interested in such petitions -in
cases: ,

. (A)in which the. filing receipt license is net
granted;

(B) in which- the filing receipt has not yet been
issued (37 CFR 5.14(a) or (b));
~ (C) in which there is no corresponding U.S. appli-
cation (37 CFR 5.13);

(D) in which subject matter addmonal to that
already licensed is sought to be llcensed (37 CFR
5:14(c) and 3.15(e)); or

(E) in which expedited handlmg is requested

- The scope of any license granted on these petitions
is indicated on the license.

. Petitions under 37 CFR 5.14(a) or (b) ag well as any
license granted on the petition are given paper num-
bers and endorsed on the file wrapper. Petitions under
37 CFR 5.14(c) are not ordinarily made of record in
the file, .

.. Applicants: granted a license under 37 CFR 5 12(b)
havmg the relatively narrow scope indicated in 37
CFR 5.15(b) may petition under 37 CEFR 5.15(c) to
convert the license to the broad scope of 37 CFR
5.15(a). A fee is charged for such a petition. See 37
CER 1.17(h). If the petition is granted, the change in
the scope of the license is effective as of that day.

~Finally, a retroactive license -may be ‘sought if an
unlicensed foreign filing has occurred through error
and without deceptive intent. However, the require-
ments of 37 CFR 5.25 must be fulfilled in order for
such a petition to be granted. Note that licenses under
37 CFR 5.25 are only made retroactive with respect to
specific acts of foreign filing, and therefore the coun-
tries;‘the actual dates of filing and the establishing of
the nature of the error must be-provided for.each act
of proscribed foreign filing for which .a retroactive
license is sought. Also, the required verified statement
must be in oath or declaration form. :

: Upon written notification from the U.S. Patent and
Trademark Office, any foreign filing license required
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by 37 CFR 5.11(a) may be revoked. Ordinarily, revo-
cation indicates that additional review of the licerised
subject matter revealed the need for ‘referral of the
apphcatmn to the appropnate defense agencies. Revo-
cation of a filing receipt license (37 CFR 5.12(a))
does not necessarily ‘mean . that a petition under
37 CFR 5.12(b) for a license of narrower scope will
not be granted. The revocation becomes effective on
the date on which the notice is mailed. Foreign filings
Wthh occurred prior to revocation need not be aban-
doned or. otherwise specially treated; however, addi-
tional filings without a license are not permitted
unless 6 months have elapsed from the filing of any
corresponding U.S. application. Papers and other doc-
uments needed in support of prosecution of foreign
applications may be sent abroad if they comply with
any pertinent export regulations. Of course, if and
once a Secrecy Order is issued, the restrictions thereof
must immediately be observed.

Only the imposition of a Seerecy Order will cause
revocation of the authority which arises from 35
US.C. 184 .to file a.foreign patent application 6
months or later after the date of filing of 4 eorresP(md—
ing U.S. patent application.

The penalties for fallmg to obtain any necessary
hcense to.file a patent application abroad are set forth
in 35 U.S.C. 182, 35 U.S.C. 185, and 35 U.S.C. 186
and include loss of patenting nghts in addltron to pos-
sible fine or 1mprlsonment

150 Statements to I)OE and NASA

37 CFR I ]4 Patent appl:catzons preserved in confidence.

o kksk

(f) Applications reported 1o Depariment of Ene’rgy. Applica-
tions for patents which appear to disclose, purport to disclose or
do disclose inventions or discoveries relating to atomic energy are
reported to the Department of Energy, which Department will be
given access to the applications. Such repertmg does not consti-
tute a determination that the -subject matter of each application so
reported is in fact useful or is an invention or discovery, or that
such application in fact discloses subject matter in_categories
specified by 42U.8.C. 2181(0) and (d).

skkkk
* Title 42 United States Code; Section 2182 reads in
part:
No patent for any invention or discovery, useful-in the

production or utilization of special nuclear material or
dtomic energy, shall-be issued unless the applicant files
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with the application, or within thirty days after request
therefor by the Under Secretary of Commerce for Intellec-
tual Property and Director-of the United States Patent and
Trademark Office (unless the Commission advises the
Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark
Office that its rights have been determined and that
accordingly no statement is necessary) a statément under
oath setting forth the full facts surrounding the making or
conception of the invention or discovery described in the
application and whether the invention or discovery was
made or conceived in the course of or under any contract,
subcontract, or arrangement entered into with or for the
benefit of the Commission, regardless of whether the con-
tract, subcontract, or arrangement involved the expendi-
ture of funds by the Commission. The Under Secretary of
Commerce for Intellectual Property and Dizector of the
United States Patent and Trademark Office shall as soon
as the application is otherwise in condition for allowance
forward copies of the application and the statement to the
Commission,

Similarly, 42 U.S.C. 2457 provides in part:

(c) Patent applt'cation. No patent may be issued to any
applicant other than the Administrator for any invention
which appears to the Under Secretary 'of Commeéree for
Intellectual Property and Director of the United States
Patent and Trademark Office (hereafter in this section
referred to as the “Director”) to have significant utility in
the conduct of aeronantical and space activities unless the
applicant files: with the Director, with the application: or
within thirty days after request therefor by the Director, a
written statement executed under oath setting forth_the
full facts concerning the circumstances under which such
invention was made and stating the relationship (if any) of
such invention to the performance of any work under any
confract of the Administration. Copies of each statement
and application to which it relates shall be transmitted
forthwith by the Commissioner to the Administrator,

Property rights statements to DOE or NASA ‘may
be filed at any time but should be updated if necessary
to accurately reflect property rights at the time the
application is allowed. R

Shortly after filing, an informal request for a prop-
erty rights statement will:be mailed to those appli-
cants whose nonprovisional applications have been
marked by the USPTO security screeners as being of
interest to DOE or NASA. Provisional applications
are not subject to DOE or NASA property rights
review. While no formal time period is set, a response
by applicants within 45 days will expedite processing.
If the statement submitted during this period is defec-
tive, another letter is sent from Licensing and Review
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detailing the deficiencies and giving applicant another
opportunity to respond during this period of informal
correspondence

- If no response to the initial so ca]led 45-Day Letter.
is received or if repeated efforts to correct a defective
statement evidence an absence of cooperation on the
part of the applicant, a formal request for a statement
in accordance with the statutes will be made. A 30-
day statutory penod for response is then set. There is
no provision for an extension of this time period. If no
proper and timely statement is received, the applica-
tion will be held abandoned and the applicant so noti-
fied. Such' applications may be reévived under the
provisions of 35 U.S.C. 137. In re Rutan, 231 USPQ
864 (Comm’r Pat. 1986).

Any papers pertaining to property rights under sec-
tion 152 of the Atomic Energy Act, 42 U.S.C. 2182,
(DOE), or section 305(c) or the National Aeronautics
and Space Act, 42 US.C. 2457, (NASA), that have
not been associated with the application file, or have
not been made of record in the file and processed by
the Licensing and Review section, muist be sent to the

' Llcensmg and Review sectton 1mmedlate1y

151 Content of the Statements

- The law requires the statement to set forth “the full
facts” surrounding the conception and making of the
invention.. These facts should include those which are
unique to that invention. The use of form paragraphs
or printed forms which set forth only broad general-
ized statements of fact is not ordinarily regarded as
meeting the requirements of these statutes:

The word “apphcant” in both of these statutes has
been construed to mean the inventor or joint inventors
in person. Accordingly, in the ordindry situation, the .
statements must be signed by the inventor or the joint
inventors, if available. This constraction is consistent
with the fact that no other person could normally be
more knowledgeable of the “full facts concerning the
circumstances under which such invention was
made,” (42 U.S.C. 2457) or, “full facts siirrounding
the making or conception of the invention or discov-
ery” (42 U.S.C. 2182). If a request under 37 CFR 1.48
for correction of inventorship is granted during pen-
dency of an application in which a property rights
statement has been' filed, a supplemental statement
executed by any added inventor(s) is required and
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should promptly be filed with ‘the Llcensmg and
Review section.

In instances where an applicant does not have first-
hand knowledgé-whether the invention involved work
under any contract, subcontract, or arrangement with
ot for the benefit of the Atomic Energy Commlssmn

or___had any relationship to any work under any coti-’

tract of the National Aeronautics and Space Adminis-
tration, and includes in his or her  statement
1nformat10n of this nature derived from others, hlS ot
her statement should identify the source of his or her
information. ,Altematwely, the statement by the appli-
cant could be accompanied by a supplemental decla-
ration or oath, as to the contra¢tnal matters, by the
assignee or other person, e.g., an employee thereof,
who has the requisite knowledge. '
““When an applicant is deceased or 'incompétent or
where it is shown to the satisfaction of this Ofﬁce that
lie or she refuses to furnish a statement or cannot be
reached after d111gent efforts declaratlons or state-
ments under oath  setting forth the mformatlon
required by the statutes may be accepted from an
officer or employee of the assignee who has sufficient
knowledge of the facts. The offer of such substitute
statements should be.based on the actual unavailabil-
ity of or refusal by the applicant, rather than mere
inconvenience. Where it is shown that one of the joint
inventors is' deceased or unavailable, a: statement by
all of the other mventor(s) may be’ accepted

The fo]lowmg is an acceptable format for state-
ments to DOE or NASA assuming that no govern-
ment funds or other cons1derat1ons were mvolved in
the maklng or conception of the invention. It i is impor-
tant that the information provided in-the statement be
an accurate reflection of the fact situation at the time
the statement is made. ‘While the sample below is in
the form of a declaration, a sworn oath is equally
acceptable.

Note that the statement must be in the form of an
oath or. declaration. Further note that the statement
must be signed by all the inventors. See also the
notice entitled "‘Statements Filed. Under Atomic
Energy Act and NASA Act” publis_hed in914 0.G 1

1{We) S - citizensof . : . - residing at
declare: That I (we) made and conceived the
invention dcscnbed and claimed in patent application number
o filed in the Umted States of Amenca on

titled
. (Includc completed L. orIL below)

-1, {for Inventors Employed by an Orgamzalmn) .
That I (we) made and conceived this invention while employed by

That theinventionisrelatedto theworklam {weare) eroployedto
perform and was made within the scope of my (our) employment duties;
. - That the invention was made during working hours and with the
use of facilities, equipment, materials, funds, information and services
of

Other relevant facts are: _'“____.___
That i the best of my (our) knowledge and belief based upon
infermation provided by - - - __of

—OR—

1L (For Self—Employed Inventors)

That I (we) made and conceived this invention on ry (our) own
time using only my (our) own facilities, equipment, matesials, fands,
information and services.

Other relevant facts are

That to the best of my (our) knowiedge and behef

(Include IIL. and/or IV. below as appropriate)

1. “"The invention or discovéry was ot made or sonceivedin the
course of, or in connection with, or under the terms of any contract,
subcontract or arrangement entered into with or for the benefit of the
United States Atomic Energy Commission or its successors Epergy

Rmarch and Developrment Adm]mstrall(m or the Department of
Eneérgy.

—AND/OR— -

1V, Thé irvention was not made under nor is there any relation-
ship of the invention to the performance of any work under any contract
of the National Aeronautics and Space Administration,

V. The undersigned inventor(s) ‘declare(s) further that all
statements made herein of his or her (their) own knowledge are true and
that all statements made on information and belief are believed to be
truc and further that these statements were inade with the knowledge
that willful false statements and the like so made are punishable by fine
or imprisonnient, or both, undér Section 1001 of Title 18 of the United
States Code and that-such willful false statements may jeopardize the
validity of the application or any patent issuing thereon.

. Inventor’s Signature
~ Post Office Addrcss
Date :
Inventor’s Signaiurc
. Post Office Address
Date -

(Sept. 4, 1973) for further information. .0‘.....“.‘...........0....0'
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o Procedure
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202.05 In Case of Reissues

203 Status-of Applications

203.01 New

20302 Rejected -

203.03 ~ Amended

203.04  Allowed or in Issue

203.05. . Abandoned -

203.06. Incomplete. co
203.07 ° ~ Abandonment for FaJIure o Pay Issue Fee - -
203.08 Status Inquiries

203.08(&) Congressmnal and Other Ofﬁclal Inqumes _
201 Types of Appllcatlons

35 U S C. ]H Appfzcatzon
~i(a) IN.GENERAL.— - : :

- (1) WRITTEN APPLICATION —An -~ apphcatlon for'
patent shall be made, or authorized to be made, by the inventor;
except as otherw:se prov1ded in this tntle, in wntmg to the Direc-;
tor,

(2) CONTENTS. —Such apphcat:on shall include— -

c(A) a spec;ﬁcat.mn as prescnbed by section 112 of’
this title; : Sl
B) a drawmg as prescnbed by section 113 of this
titte; and :
(C) - an oath by the apphcant as prescn_bed by seetmn'_
115 of thistitle. ~ ~

(3) FEE AND OATH. ——The appllcatton must be accom—
pamed by the fee required by law. The fee and oath may be sub-r
mitted after the specification and any required drawmg are
submitted, within such period and ufider such condmons, includ-
ing the' payment - of a surcharge as may be prescnbed by the3
Director. -

“ (4) FAILURE TO SUBMIT —Upon failure to submit the
fee and oath within such ‘prescribed period, the application shall
be regarded as abandoned, unless:it'is shown to the satisfaction of
the' Director that the delayin"submitting ‘the feé and oath was.
undvoidable or unintentional. The filing date of an application
shall be the date on- which the specification and any required
drawing are received in the Patent and Trademark Ofﬁce o

(b) PROVISIONAL APPLICATION — T

(1) AUTHORIZATION,—A provisional application for
patent shall be made or authorized to be made by the mventor
except as ‘otherwise prov1ded in this title, in wntmg to the D1rec-'
tor. Such apphcatlon shall include—

o {A) a spec1ﬁcat10n as prescnbed by the ﬁrst para-
graph of section 112 of this title; and
. (B) a drawing as prescribed by sectlon 113 of th1s
tife. . . - e
; (2) + CLAIM.—A claim, as requjred by the second
through fifth paragraphs of section 112, shall not be requu‘ed ina
provisional application.
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3 FEE — S

(A) The application- must be accompanied by the fee
required by law.

(B) The fee may be submitted after the SpECIﬁCatlUﬂ
and any required drawing are submitted, within such period and
under such conditions, including the payment of a surcharge, as

may be prescribed by the Director. -*

‘ (C) Upon failure to submit the fee within such pre-
scribed period, the application shall be -regarded as abandoned,
unless it is shown to the satisfaction of the Director that the delay
in submitting the fee was unavoidable or unintentional.

(4) FILING DATE.—The filing date of a provisional
application shall be the date on which the specification and any
required drawing are received in the Patent and Trademark Office.

(3) ABANDONMENT.—Notwithstanding the
absence of a claim, upon titely request and-as prescribed by the
Director, a provisional application may be treated as an applica-
tion filed under subsection (a). Subject to section 119(e)(3) of this
title, if no such request is made, the provisional application shall
be regarded as abandoned 12 months after the filing date of such
application and shall not be subject to revival afier such 12-month
period. - -

(6) OTHER BASIS FOR PROVISIONAL APPLICA-
TION.—Subject to all the conditions in this subsection and sec-
tion 119(e) of this title, and as prescribed-by the Director, an
application for patent filed under subsection (a) may be treated as
a provisional application for patent.

(7y NO RIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisional application shall not
be entitled to the right of priority of any other application under
section 119 or 365(a) of this title or to the benefit of an earlier fil-
ing date in the United States under section 120, 121, or 365(c) of
this title. ’

‘ &) APPLICABLE PROVISIONS —The. provisions of
this tifle relating to apphcatmns for patent shall. apply to.provi-
sional applications for patent, except as otherwise provided, and
except that provisional applications. for patent shall not be subject
to sections 115, 131, 135, and 157 of this title.

(Amended Aug, 27, 1982, Public Law 97-247, sec. 5 96 Stat
319; Dec. 8,.1994, Public Law 103-463, sec. 532(b)(3), 108 Stat.
4986; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582, 588 (S. 1948 secs. 4732(a)(10)(A), 4801(a)).)

37 CFR 1.9. Definitions.

{a)(1}A national application as used in this chapter means a
USs. apphcatlon for patent which was either filed in. the Office
under 35 U.S.C, 111 or which entered the national stage from an
international apphcatlon after compliance with 35 U.S.C. 371

(2) A provisional application as used in this chapter
means a U.S. national application for patent filed in the Office
under 35 U.5.C. 111(b).

" (3) A ronprovisional application as used in this chapter
means a U.S. national application for patent which was either filed
in the Office under 33 U.S.C. 111{a), or which entered the national
stage from an international application after comphance with 35
U.8.C. 371.
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(b) An international application as used in this chapter
means an interpational application for patent filed under the
Patent Cooperation Treaty prior to entering national processing at
the Designated Office stage. ' '

LR LT

NATIONAL APPLICATIONS (35 US.C. 111) VS
NATIONAL STAGE APPLICATIONS (35 U.S.C.
371)

Nonprovisional and provisional applications are
national applications. Treatment of national applica-
tions under 35 U.S.C. 111 and national stage applica-
tions under 35 U.S.C. 371 are simjlar but not
identical. Note the following examples:

(A) Restriction practice under MPEP § 806+ is
applied to national applications under 35 U.S.C.
111(a) while unity of invention practice under MPEP
Chapter 1800 is applied to national stage applications
under 353 U.S.C. 371. _

(B) National nonprovisional applications filed
under 35 U.S.C. 111(a) without an executed oath or
declaration or filing fee are governed by the notifica-
tion practice set forth in 37 CFR 1.53(f) while
national stage applications filed under 35 U.5.C. 371
without an oath or declaration or national stage fee are
governed by the notification practice set forth in
37 CFR 1.494.and 1.495.

National patent applications fall under three broad
types:

(A) applications for patent under 35 U.S.C. 101
relating to a “new and useful process, machine, manu-
facture, or composition of matter, etc.”

(B) apphcatlons for plant patents under 35U8.C
161; and

(O apphcatlons for demgn patents under 35
U.S.C. 171,

The first type of patents are sometimes referred to

s “utility” patents or “mechanical” patents when
being contrasted with plant or design patents. The
specialized procedure which pertains to the examina-
tion of applications for design and plant patents are
treated in detail in Chapters. 1500 and 1600, respec-
tively. National applications include original (nonpro-
visional), provisional, - plant, design, reissue,
divisional, and continuation applications (which may
be filed under 37 CFR 1.53(b)), continued prosecu-
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TYPES, CROSS-NOTING, AND STATUS OF APPLICATION

tion applications (CPA) (filed under 37 CFR 1.53(d))
and continuation-in-part applications (which may be
filed under 37 CFR 1.53(b)).

201.01  Sole

An application wherein the 1nvent10n is presented

as that of a single person is termed a sole apphcatlon '

201.02 Jomt

A joint application is one in which the invention is
presented as that of two or more persons See MPEP
§605.07.

201.03  Correction of Inventorship in

an Application
Correction of inventorship in an application is per-

mitted by amendment under 35 U.S.C. 116, which is
implemented by 37 CFR 1.48. The utilization of a

request under 37 CFR 1.48 will generally correct the-

inventorship in the application in which it is filed.

37 CFR 1.48(a) is directed at corfecting the inventor-

ship in an application where the inventorship was
improperly set forth in the executed oath or declara-
tion filed in the application. 37 CFR 1.48(b) is
directed at correcting the inventorship where the exe-
cuted oath or declaration had correctly set forth the
inventorship but due to prosecution of the application,

e.g., claim cancellation or amendment, fewer than all

of the currently named inventors are the actual inven-
tors of the remaining claims. 37 CFR 1.48(c) is
directed at correcting the inventorship where the exe-
cuted oath or declaration had correctly set forth the
inventorship but due to amendment of the claims to
include previously unclaimed but disclosed subject
matter, one or more inventors of the amended subject
matter must be added to the current inventorship.
37 CFR 1.48(d) is. directed at provisional applications
where an inventor is to be added. 37 CFR 1.48(e) is
directed at provisional applications where an inventor
is to be deleted. 37 CFR 1.48(f) operates to automati-
cally correct the inventorship upon filing of a first
executed oath or declaration under 37 CFR 1.63 by
any of the inventors in a nonprovisional application or
upon filing of a cover sheet in a provisional applica-
tion. Lo ' .

Correction of inventorship may also be obtained by
the filing of a continuing application under 37 CFR
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1.53 without the need for filing a request under 37
CFR 1.48, either in the application containing the’
inventorship error (to be abandoned) or.in the con-
tinuing application. The continuing application must
be filed with the correct inventorship named therein.:
The filing of a continuing application to correct the
inventorship is appropriate if at least one of the cor-.
rect inventors has been named in the prior application
(35 U.S.C. 120 and 37 CFR 1.78(a)(1)). That is, at
least one of the correct inventors must be named in
the executed oath or declaration filed in the prior
application, or where no executed oath or declaration
has been submitted in the prior application but the
names of the inventors were set forth in the applica-

" tion papers pursnant to 37 CFR 1.41(a)(1). Where the

names of the inventors are to be added, correction of
inventorship can be accomplished by filing a continu-
ing application under 37 CFR 1.53(b) with a newly
executed oath or declaration under 37 CFR 1.63(a).
Where the name of an inventor(s) is to be deleted,
applicant can file a continuing application with a
request for deletion of:the name of the inventor(s).
The continuing application may be filed under
37 CFR 1.53(b) or 37 CFR 1.53(d). Note the require-
ments of 37 CFR 1.78 (a)(1)(iD)-Gv).

In certain instances where the statement of the lack
of deceptive intent of the inventor to be added or
deleted cannot be obtained, a petition under 37 CFR
1. 183 requestmg waiver of that requirement may be
possﬂ)le

- For provisional applications, it may not be neces-
sary to correct the inventorship under 37 CFR 1.48 (d)
and (e) unless there would be no overlap of inventors
upon the filing of the nonprovisional application with,
the correct inventorship. See this MPEP section,
headings “37 CFR 1.48(d)” and “37 CFR 1.48(e).”

The need to correct the inventorship in any U.S.
nonprovisional or provisional application may in part

be dependent upon whether a foreign filing under the

Paris Convention will occur subsequent to the U S.
filing. See MPEP § 201.13.

37 CFR 1.48 does not apply to reissue applications
as is noted in its title, whether correcting an inventor-
ship error in the patent to be reissued or in the
reissue application itself. Where an error in inventor-
ship in a patent is to be corrected via a-reissue applica-
tion, see MPEP § 1412.04. Where such an error is to
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be corrected via a certificate of correction under 37
CFR 1.324, see MPEP § 1481.

Where a request under 37 CFR 1.48 is denied in a
final agency action, the examiner must determine
whether a rejection under 35 U.S.C. 102(f) or (g) is
appropriate. Where the request under 37 CFR 1.48
has been entered (for a decision thereon) and is dis-
missed (due to a defect that can be corrected) consid-
eration under 35 U.S.C. 102(f) or (g) would be
premature.

Although 37 CFR 1.48 does not contain a dlllgence
requirement for filing the request, once an inventor-
ship error is discovered, timeliness requirements
under 37 CFR 1.116 and 37 CFR 1.312 apply. For
allowed applications where the issue fee has been
paid prior to the entry of a request under 37 CFR 1.48,
if the request under 37 CFR 1.48 is dismissed or
denied in an Office action, the application must be
withdrawn from issue so that applicant would be
given time to correct the defect(s). If the request under
37 CFR 1.48 is granted, then it would not be neces-
sary to withdraw the application from issue. -

Requests under 37 CFR 1.48 are generally decided
by the primary examiner except:

(A) When the application is involved in an inter-
ference (decided by the Board of Patent Appeals and
Interferences);

(B) When the application is a national stage appli-
cation filed under 35 U.S.C. 371 which, as of the date
of filing of the request, has not been accepted as satis-
fying the requirements for entry inio the national
stage (decided in the PCT Legal Office);

(C) When accompanied by a petition under 37
CFR 1.183 requesting waiver of a requirement under
37 CFR 1.48(a) or (c), e.g., waiver of the statement of
lack of deceptive intent by an inventor to be added or
deleted, or waiver of the reexecution of the declara-
tion by all of the inventors (decided in the Office of
Petitions); and '

- (D) When a second conversion .under 37 CFR
1.48(a) is attempted (decided by the Technology Cen-
ter (TC) Dlrcctor)

When any request for correction of inventorship
under 37 CFR 1.48(a)-(c) is granted, the examiner
will acknowledge any addition or deletion of the
names of inventors by using either form paragraph
2.14 or form paragraph 2.14.01 in. the next Office
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communication to applicant or his/her attorney. It will
be necessary to revise the PALM records, issue a-cor-
rected filing receipt, and change the bib-data sheet on
the file wrapper. The correction should be noted on
the original oath or declaration by writing in red ink in
the left column “See Paper No. __ for inventorship
coneCtions.” See MPEP § 605 .04(g).

q 2.14 Correcuon of Inventorship Under 37 CFR 1. 48(&)
or (c), Sufficient

In view of the papers filed [1], it has been found that this non-
provisional application, as filed, through error and without decep-
tive ihtent,'improper]y set forth the inventorship, and accordingly,
this application has been corrected in ¢ompliance with 37 CFR
1.48 ([2]). The 1nventorsh1p of thlS apphcauon has been changed
by [3]...

The apphcation w1]] be forwarded to the Office of Initial Patent
Examination (QIPE) for issuance of a corrected filing receipt, and
correction of the file Jacket and PTO PALM data to reflect the
inventorship as corrected

Examiner Note:
1. Inbracket 2, insert --a-- or ~-c--, as appropriate.

2. Inbracket 3, ingert explanation of correction made, mcludlng
addition or deletion of appropriate names.

9 -2.14.01 Correction of Inventorship Under 37 CFR
1.48(b), Sufficient

In view of the papers filed [1}, the inventorship of this nonpro-
visional application has been changed by the deletion of [2].

The application will be forwarded to the Office of Initial Patent
Examination (OIPE) for issuance of a corrected filing receipt, and
correction of the file jacket and PTO PALM data to reflect the
mventorsmp as corrected.

Exammer Note

1. This form paragraph is to be used only for 37 CFR 1.48(b)
corrections.

2. Inbracket 2, insert the names of the deleted mventor(s)

The grant or denial of a request under 37 CFR
1.48(a) may result in the lack of inventorship overlap
between a parent application and a continuing appli-
cation and the consequent inability to claim benefit in
the continuing application of the parent application’s
filing date under 35 U.S.C. 120. Intervening refer-
ences must then be considered.

For' correction of inventorship in ‘a patent, see
37 CFR 1.324 and MPEP § 1481.
A request under 37 CFR 1.48 will not be required:

(A) Where an application is to issue with the cor-
rect inventorship based on the allowed claims even
though the -application may have been filed with an
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incorrect 1nventorsh1p based on the- cla.rms as origi-
nally submitted; - : : -

(B) Where a typo'gr'aphical or transliteration error
in the spelling of an inventor’s name is discovered, the
Office should simply be notified of the error. A new
oath or declaration is not required. Reference to the
notification will be made on the prevrously filed oath
or declaration;

(&) Where an inventor’s name has been cha_nged
after the apphcatlon has been ﬂled sce MPEP
§ 605. 04(c) ' '

(D) Where a eourt has issued an .or'der under 35

U.S.C. 256 for correction of the inventorship of a

patent, it should be submitted directly to the. Certrfl-
cate of Correction D1v1s1on along with the Office’s
certificate of correction form, PTO-1050. A new oath
or declaration under 37 CFR 1.63 is not required;

(E) Where there is no change of individual bug an

incorrect name was given, see 37 CFR 1.182 and
MPEP § 605.04(g); :

(F) In a nonprovisional application ﬁied under 35
U.S.C. 111(a), whére the first-filed executed oath or
declaration was filed on or after December 1, 1997
and names the correct mventors but the inventive
entity on the executed oath or deelaraﬂon differs from
that which was set forth on filing of the application,
e.g., the application transmittal letter or an unexecuted
oath or declaration. See 37 CFR 1.48(H)(1);

(G) In a provrsmnal apphcatron filed under 35
U.S.C. 111(b), where the cover sheet was, ﬁ_led on. or
after December 1, 1997 which names the correct
inventors, but the inventive entity on the cover sheet
differs from that which was set forth on filing of the
provisional application without a cover sheet. See 37
CFR 1.48(0)(2).

APPLICATIONS FILED UNDER 37 CFR 1. 53(1') '
NO OATH/DECLARATION R

“The Ofﬁee wrll issue a filing receipt listing the
mventors identified at the time of filing of the applica-
tion even if the application was filed under 37 CFR
1.53(f) without an executed oath or declaration.
Where the first-filed executed oath or declaration was
filed on or after December 1, 1997 and sets forth an
inventive entity which is different from the inventive
entity initially set forth at the time of filing of the
application, the actual inventorship of the application
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will be taken from the executed oath: or declaration:
See 37 CFR 1.41(a)(1). A request under 37 CFR
1.48(z) w111 not be necessary See 37CFR 1 48(f)

Where the first-filed executed oath or declaratlon
was submitted prior to December 1, 1997 in an appli-
cation filed without an executed oath or declaration, if'
the inventive entity identified on the exécuted oath or’
declaration differs from the inventive entity identified
at the time of filing .of the application, a request under
37 CFR 1.48(a) or (c) must also be submitted. Upon
the grant of the request under 37 CFR-1.48 by the pri-
mary examiner, the application will be returned to the
Office of Initial Patent Examination (OIPE) for the
malhng ofa corrected filing recelpt

The original named inventors should not execute or
submif an oath or' declaration under 37 CFR 1.63
merely to timely complete the filing requiremerits in
reply to a “Notice to File Missing Parts of Applica-
tion” where the possibility of an error in mventorshlp
has been discovered. or 51gned by someone who can-.
not properly make the averments therein, Additional
time to reply to: the Notice is available under 37 CFR
1.136(a) and possibly under 37 CFR 1. 136(b) See
MPEP § 710.02(d).

-‘Example

A nonprovisional application is filed (either prior

to, on or after December 1, 1997) naming A as the.
. sole inventor without an executed declaration.
- under 37 CFR 1.63. Only claim 1 is presented.

A “Notice to File Missing Parts of Application” is
" ‘mailed prior to December 1, 1997. In timely reply
theréto after December 1, 1997, a preliminary
amendment adding claim 2, and a declaration
‘under 37 CFR 1.63 executed by inventors A and B
are-submitted with' B being added in view of claim
2. A request under 37 CFR 1.48(c) is not required,
~in that 37 CFR 1.48(f)(1) will act to.set forth an
: 1nventorsh1p of A and B.

Smnlarly, where a preliminary amendment cancel-
ing or amending claims: concomitantly requires the
deletion of an inventor, such' deletion may be accom-
plished -by the submission of a first-filed executed
oath or declaration on or after December 1, 1997 nam-
ing - the actual - inventive -entity. A request under
37 CFR 1.48(b) would not be necessary. -
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37 CFR 1.48(a)

37 CFR 1.48. Correction of inventorship in a patent
application, other than a reissue application, pursuant to
35 USC. 116,

(a) Nonprovisional application after oath/declaration filed.
If the inventive entity is set forth in error in an executed § 1.63
oath or declaration in a nonprovisional application, and such error
arose without any deceptive intention on the part of the person
named as an inventor in error or on the part of the person who
through error was not named ‘as an inventor, the inventorship of
the nonprovisional application may be amended to name only the
actual inventor or inventors. If the nonprovisional application is
involved in an interference, the amendment must comply with the

requirements of this section and must be accompanied by a

motion under § 1.634. Amendment of the inventorship requires:

(1) A request to correct the inventorship that sets forth the
desired inventorship change;

(2) A statement from each person being added -as an
invenior and from each persen being deleted as an inventor that
the error in inventorship occurred without deceptive intention on
his or her part;

(3) An oath or declaration by the actual inventor or inven-

tors as required by § 1.63 or as pemntted by §§ 142, 143 or §
1.47; :

(4) The processing fee set forth in § 1'.17(i); and
(5) If an assignment has been executed by any of the orig-

inal named inventors, the written consent of the assignee (see'§
3.73(b) of this chapter).

R kokR

- Under 37 CFR 1.48(a), if the correct inventor or
inventors are not named in an executed oath or decla-
ration-under 37 CFR 1.63 in a nonprovisional applica-
tion for patent, the application can be amended to
name only the actual inventor or inventors so long as
the error in the naming of .the inventor or inventors
occurred without any deceptive intention on the part
of the person named as an inventor in error or the per-
son who through error was not named as an inventor.

--37 CFR 1.48(a) requires that the amendment be
accompanied by: (1) a request to correct the inventor-
ship that sets forth the desired inventorship change;
(2) a statement from each person being added and
from each person being deleted as an inventor that the
error -occurred without deceptive intention on his or
her part; (3) an eath or declaration by each actual
inventor or inventors as required by 37 CFR 1.63 or as
permitted by 37 CFR 1.42, 1.43 or 1.47; (4) the fee set
forth in 37 CFR 1.17 (i); and (5) the writteri consent of
any existing assignee, if any of the originally named
inventors has executed an assignment.
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Correction may be requested ‘in cases where . the
person originally named as inventor was in fact not an
inventor or the sole inventor of the subject matter
being claimed. If such error occurred without any
deceptive intention on the part of the inventor named
and/or not named in error, the Office has the authority
to substitute the true inventive entity for the errone-
ously named inventive entity. Instances where correc-
tions can be made include changes from: a mistaken
sole inventor to a different but actual sole inventor; a
mistakenly identified sole inventor to different, but
actual, joint inventors; a sole inventor to joint inven-
tors to include the original sole inventor; efronecusly
identified joint inventors to different but actual joint
inventors; erroneously identified joint inventors to a
different, but #ctval, sole inventor. (Note that 35
U.S.C. 120 and 37 CFR 1.78 require an overlap of
inventorship, hence, refiling, rather than requesting
under 37 CFR 1.48, to change inventorship where the
change would not result in an inventorship overlap
may result in the loss of a priority claim.)

A. - Statement of Lack of Deceptive Intention

Where a similar inventorship error has occurred in
more than one application for which correction is
requested wherein petitioner seeks to rely on identical
statements; only one original set need be supplied if
copies are submitted in all other applications with a
reference to the application containing the originals
(original oaths or declarations under 37 CFR 1.63 and
written consent of assignees along with separate pro-
cessing fees must be filed in each application). '

The statcrment required from each inventor being
added or deleted may simply state that the inventor-
ship error occurred without deceptive intention, The
staternent need not be a verified statement (see MPEP
§ 605).

On very infrequent occasions, the requlrements of
37 CFR 1.48(a) have been waived upon the filing of a
request and fee under 37 CFR 1.183 (along with the
request and fee under 37 CFR 1.48(a)) to permit the
filing of a statement by less .than all the -parties
required  to submit a statement. In re Cooper, 230
USPQ 638, 639 (Dep. Assist. Comm’r Pat. 1986).
However, such a waiver will not be considered unless
the facts of record unequivocally supportt the correc-
tion sought. In re Hardee, 223 USPQ 1122, 1123
(Comm’r Pat. 1984). As 37.CFR 1.48(a) is intended
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as a simple procedural remedy and does not represent
a substantive determination as to inventorship, issues
relating to the inventors’ or alleged inventors’ .actual
contributions to conception and reduction to practice
are not appropriate for consideration in determining
whether the record unequivocally supports the correc-
tion sought.

‘In those situations where an inventor to be added
refuses to submit a statement supporting the addition
or such party cannot be reached, waiver under 37 CFR
1.183 of the requirement for a statement from that
party would be appropriate upon a showing of such
refusal or inability to reach the inventor. Every exist-
ing-assignee of the original named invenfors must
give its consent to the requested correction. Where
there is more than one assignee giving its consent, the
extent of that interest (percentage) should be shown.
Where no assignment has been executed by the inven-
tors, or if deletion of a refusing inventor is requested,
waiver ' will not be granted absent unequivocal support
for the correction sought. Petitions under 37 CFR 1.47
are not applicable to. the requirement for statements
from each originaily named inventor.

- An available remedy to obtain correction of inven-
torship where waiver of a required statement is: not
available to correct the inventorship in a' particular
application is to refile the application naming the cor-
rect inventive entity. A requestunder 37.CFR 1.48(a)
would not then be required in the newly filed applica-
tion as no correction. would be needed. -Furthermore,
a request under 37 CFR1.48(a) would also not be
required in the prior application that was refiled, since
the prior application will be abandoned. Benefit of
the parent application’s filing date would be available
under 35 U.S.C. 120 provided there-is ‘at:least one
inventor overlap between the two applications. (Note:
a sole-to-sole correction would- not obtain . beneﬁt
under 35 U.S.C. 120). e '

B.  Oath or Declaration

An oath or declaration under 37 CFR 1.63 by each
actual inventor must be presented. While each inven-
tor need not execute the same oath or declaration,
each oath or declaration executed by an inventor must
contain a complete listing. of ail inventors so as to
clearly indicate what each inventor believes to be the
appropriate inventive entity. Where individual decla-
rations are executed, they must be submitted as.indi-
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vidual declarations rather than combined into one
declaration. . For example, where the inventive entity
is A and B, a declaration may not be executed only by
A paming only A as the inventor and a different decla-
ration may.not be executed only by B naming only.B
as the inventor, which two declarations are then com-
bined- into one declaration with a first page of boiler
plate, a second page with A’s signature, and a second
page with B’s signature .(so that it appears that the
declaration was executed-.with- the entire inventive
entity appearing in the declaration when it did not)..

Conflicting oaths or declarations filed: ' If the first
executed oaths or declarations  that are submitted
name different inventive entities (e.g., one declaration
names A, B, and C as inventors and a seécond declara-
tion-names DD .as.the inventor) and are filed on the
same, day, the application will be considered to, name
the inventors named.in both declarations (A, B, C; and
D) and a new. oath or:declaration in compliance with
37.CFR: 1.63 including the entire inventive entity will
be required. Where an application is filed with an exe-
cuted declaration under 37 CFR. 1,63 naming an
inventive entity.that is in conflict with anol:her paper
filed in the. application, such as the transmittal letter,
the executed declaration will govern. However, where
an executed decla.rauan is never. submltted and- the
apphcatmn papers are in conflict as to the inventor-
ship, each party identified as an inventor on filing will
be -considered to have ‘been named as pa'rt'f‘of the
1nvent1ve ent1ty See 37 CFR 1 41(a)(1)

37 CFR 1 47 is avallable to meet the requlrement
for an oath or declaration under 37 CFR 1.63 as for
example where A, B, and C were originally named as
inventors and D who refuses to cooperate is to be later
added as an inventor, The oath or declaration under
37 CFR 1. 63 of 1nventor D may be supphed pursuant
to 37 CFR 1.47(a), but note that the required 37 CFR
L 48(a)(2) statement must stifl be supplied by inventor
D (an unhkely event.in view of the inability to obtain
the executed oath or declaranon under 37 CFR 1. 63)
or waiver thereof petltzoned under 37 CFR 1.183.
Altematwely, where D is to be added as an 1nventor
(where inventors 'A, B, and C have prev1ous1y exe-
cuted the apphcatlon under 37 CFR 1.63) and it is
ongmal inventor A who refuses to cooperate, the
statement under 37 CFR 1 48(a)(2) is only required to
be signed by inventor D. Originally named inventer A
is merely required: to reexecute an oath. or declaration
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in. compliance with 37 CFR 1.63. Petitions under
37 CFR 1.47 are only -applicable to an-original oath or
declaration and are not applicable to the reexecution
of another oath or declaration by A. In such circum-
stances, a petition under 37 CFR 1.183 should be con-
sidered requesting-- waiver of the requirement of
37 CFR 1.64 that each of the actual inventors, i.e:;
inventor A, execute the oath or declaration, particu-
larly where assignee consent is given to the requested
correction. Absent assignee consent, the petition
under 37 CFR 1.183 requesting waiver of the reexeci-
tion of the oath or declaration will be evaluated as to
whether the nonsigning inventor was actually given
the opportumty to reexecute the oath or declaration, or
whether the nonsigning inventor could not be reached.

Applications-filed with a petition under 37 CFR
1.47 and a request under 1.48(a) will be forwarded to
the Office of Petitions, after maﬂmg the filing recerpt
by thé Office of Initial Patent Examination, for con-
sideration of the- petition and the- request. In those
instances wherein a request undei 37 CFR 1.48(a) and
a petition’under 37 CFR 1:47 have both been filed in
an application, the Office of Petitions may first issue a
decision‘on the request under 37 CFR 1.48(a) $0 as to
determine the appropriate oath or declaration under 37
CFR 1. 63 requ1red for the petitlon under 37 CFR 1. 47

The oath or declarauon subrmtted subsequent to the
ﬁhng date (37 CFR 153(t)) of .an application filed
under 37 CFR 1. 53(b) must clearly identify the previ-
ously filed spec1f1cat1on it is intended to execute. See
MPEP § 601 01(a) o

C.  Fee

~ Where waiver under 37 CFR 1 183 is requested in
rélation to a requlrement under 37 CFR 1.48(a), a pro-
cessing fee under 37 CFR 1. 43(a)y and a petition fee
under 37 CFR 1.183 are requlred Slmllarly, where in
addition to a request under 37 CFR 1.48, two petltions
under 37 CFR 1. 183 are presented e.g., one request-
ing waiver of a requirement under 37 CFR 1.48 and
the other requesting waiver of the reexecution of an
oath or declaration under 37 CFR 1.64, three fees are
requlred (one for the request filed. under 37 CFR 1.48
and two for the petitions filed under 37 CFR 1. 183)

Where a similar error has occurred in-more than
one application a separate processing fee must be sub-
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mitted in" each apphcatlon in“ which correction is
requested.

If the processing fee has not been subrmtted or
aut.horlzed the request will be d1srmssed

- Written Consent of Assignee

The written consent of every existing assignee of
the onglnal named inventors must be.submitted.
37 CFR 148(a)(5) 37 CFR 148(a) does not limit
assignees 0 those who are recorded in the U.S. Patent
and Trademark Office. records. The Office employee
deciding the request should check the file record for
any lnd_l_catlon of the existence of an assignee (e.g., a
small entity assertion from an assignee.)

Where no assignee exists requester should affirma-
tively state that fact. If the file record including the
request is silent as to the existence of an assignee it
will be presumed that no-assignee exists. Such pre-

sumption should be set forth in the decision to alert
requesters to the requirement..

“The 'individual signing on behalf of the assignee
giving its consent to' the requested inventorship cor-
rection, should specifically state that he or she has the
authority to act on behalf. of the assignee. In. the
absence -of such a statement, the consent will be
accepted if it is signed by an appropriate official of the
assignee (e.g., president, vice president, secretary,
treasurer, or derivative thereof) if the official’s title
has been made of record. A general statement of
authority - to act for the assignee, or on.the specific
matter of consent, or the appropriate title of the party
sighing on behalf of the assignee should be made of
record in. the consent. However, if it appears in
another paper of record, e.g., small entity assertion, it
is also acceptable: Further, the assignee must establish
its ownership of the.application in accordance with
37 CFR 3.73. MPEP § 324.

E. Continuing Applications

35 U.S.C: 120 permits a continuing application to
claim the benefit of the filing date of a copending,
previously filed, parent application provided there is
inventorship overlap between the continuing applica-
tion and the parent application. If the inventive entity
of a continuing application includes an inventor
named in the parent- application,. the inventorship
overlap required by 35 U.S5.C.-120 is:met.
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Example . : :
‘The patent application names inventors A and B
" and claims inventions 1 and 2. Inventor A contrib-
' utes only to invention 1 and inventor B contributes
only to invention 2. A restriction requirement is
made and invention 1 was elected. Upon. allow-
ance of claims directed to invention 1 and cancel-
tation of claims directed to invention 2, a request
*under 37 CFR 1.48(b) was filed requesting dele-
tion of inventor B. The request under 37 CFR
1.48(b) was granted by the primary examiner.
Prior to the issuance of the parent application, a
divisional application claiming benefit under 35
U.S.C. 120 to the parent application, is filed claim-
ing only invention 2 and naming only inventor B.
The inventorship overlap required by 35 U.S.C.
~ 120 is met in this instance even though at the time
of filing of the divisional application, the inventor-
ship overlap was lost as a result of the deletion of
an inventor in the parent application. The overlap
- of 1nventorsh1p need not be present on the date the
~ continuing apphcauon is ﬁled nor present when
the parent application issues or. becomes aban-
doned.

On filing a continuing application under 37 CFR
1.53(b) or {d) it should not be assumed that an error in
1nvent0rsh1p made in a parent apphcatlon was in fact
corrected therein in response to a request under 37
CFR 1.48(a) unless a de01s1on from the U.S. Patent
and Trademark Office to that effect was. recewed by
the requester. In a continued prosecution application
(CPA) filed under 37 CFR 1.53(d), a request to add an
inventor to a parent application that was not acted on
(e.g., filed after final rejection) will be automatically
considered in the CPA. Until the request is granted,
however, the inventorship remains the same as the
prior application. A continuing application naming
the additional inventor can be filed under 35 U.S.C.
111¢a) and 37 CFR'1.53(b) with a newly executed
oath or declaration by the new inventive entity along
w1th a request for pnonty under 35 U.S. C. 120 with-
out the meed for a decision ‘on the request under
37 CFR 1.48 filed in the parent application.

~Should an error in inventorship in-a parent applica-
tion be discovered, whether it is the need to add and/
or to delete inventors, when preparing to file a con-
tinuing application, the continuing appllcatton may be

" filed under 37 CFR 1.53(b) with the correct inventive
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entity without the need for a request under-37 CFR
1.48(a) in-the parent or continuing application pro-
vided the parent application is to be.abandoned on fil-
ing of the continving application. In filing the
continuing application under 37.CFR 1.53(b), a copy -
of an oath:or declaration from the prior application
can only be used where inventors are to be deleted (37
CFR 1.53(b)(1) and 37 CFR 1.63(d)(1)(ii)), but-not
where .inventors are to be added. Where inventors are
to be added, a newly executed -oath: or: declaration
must be submitted. See 37 CFR 1.63(d)(5).

After discovery of an inventorship error, the appli-
cation can also be refiled under 37 CFR 1 53(d)(4) as
a CPA where inventors are only to be deleted. '

"In ﬁhng a contlnumg apphcatlon to correct the
inventorship, whether utilizing a copy of the oath or
declaration from the prior application under 37 CFR
1.53(b) or a CPA-filing under 37 CIFR. 1.33(d),. it is
important to recognize that 37 CFR 1.78 requires for
priority purposes that the prior application must either
have had the filing fee, or the retention fee as set forth
in 37 CFR 1.21(1), paid within the period set forth in
37 CER 1.53(f) so as to establish copendency See 37
CFR 1.78(a)(1)(iii) and-37 CFR 1.78(a)(1){iv).

* Should a continuing apphcatlon be filed e1ther
under 37 CFR 1.53(b)(1) where a copy of the oath or
declaratlon from the prior application is ut1hzed or
under 37 CFR 1.53(d) as a CPA, and purports to add
an inventor, the inventorship of the prior application
will be retained in the continuing application as addi-
tion of an inventor is not permitted in these instances.
The absence of a request to correct the inventorship
submitted with. the continuing application will not
affect the filing date of the continuing application.
However, the retained inventorship must then be cor-
rected by the filing of a request under 37 CFR 1.48(a)
in the continuing application statmg that the erTor in
failing to name the additional inventor in the prior
application was without deceptive intention.. Where
an inventor is to be added, it is recommended that a
continuing application be flled under 37 CFR 1, 53(b)
with a newly executed oath or declaration and not be
filed with a copy of the oath or declaration from the
ptior application. This procedure eliminates the need
fora request under 37 CFR 1.48. :

An 1nventorsh1p error discovered while prosecutmg
a continuing application that occurred in both an
abandoned parent application and the . continuing
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application can be corrected in both applications by
filing a single request in the continuing :application
{e.g:» A+ B named in parent, B + C named in continu-
ing application, actual inventorship-is. C +D thereby
eliminating inventorship overlap and resulting loss of
priority claim under 35 U.S.C. 120 if the error is not
corrected in abandoned parent application as well as
in continuation application). Absent such less of
inventorship. overlap, correction need not be made in
the abandoned application.

When entering the nationa} stage under 35 U.s.C.
371, correction of inventorship is via the provisions of
37 CFR 1.48(a). Whereas the first sentence of 37 CFR
1.48(a) refers to errors in the 37 CFR 1.63 oath or
declaration, this is analogous to the misnaming of the
applicant/inventor in the international application, and

. the procedure under 37 CFR 1.48(a) applies.

§ 2.13 Correction of Inventorsth Under 37 CFR 1. 48( a)
Insufficient

. The request to. correct the inventorship of this nonprov1smna1
application under 37 CFR 1.48(a} is deficient because: :

Examiner Note: _

1. This form paragraph should only be used in response to
requests to correct an grror in the naming of the prior inventors in
non-provisional applications, If the request is merely to delete an
inventor because claims were canceled or amended such that the
deleted inventor is no longer an actual inventor of any claim in the
application, use form paragraph 2,13.01 instead of this form para-

graph
‘ Potential re;ectmn

A rejection under 35 U.S.C. 102(f) or (g) must be consid-
«ered if the request is denied.

The grant or denial of the request may result in the loss of
inventorship ovetlap between a parent application and a .-

. continuing application and an inability to claim-benefit in
the continuing application of the parent application’s fil- .
ing date under 35 U.S.C. 120. Intervening rcferences
must then be consndered '

2. . A primary examiner may not decide the requcst 1f

(a) the request is also accompanied by a petition under 37 CFR
1.183 requesting waiver of one of the requirements explicitly set
forth in 37 CFR 1.48(a) (typically a refusal of one of the inventors
to be added or deleted to execute the required statement of facts) -
the request for cormection of inventorship and request for waiver
of the rules should be forwarded to the Office of Petitions; or

{b) it represents an attempt to effect a second conversion under
37 CFR 1.48(a) - thc second attempt must be returned to the TC
Director.

3.  One or moré of form paragraphs 2.13a - 2. 13e should follow
this form paragraph, as applicable; :
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4.  Where il appears that: 1) the inventor(s) to be- added or
deleted may be hostile and will not execute a required statement
of facts, and 2) the actual 1nventorsh1p would overlap the original
inventorship (37 CFR 1 78) follow thlS form paragraph with form
paragraph 2.13f, '

5. " Requests under 37 CFR 1.41 to change inventorship where
an executed oath or declaration has not been filed are to be acted
upon by OIPE. .

6.  Where there is a comection in a person s name, ¢.g., due o
misspelling, or marriage, a request under 37 CFR 1.48 is inappro-
priate. See MPEP § 605.04(b) and (c) for name changes.

7.  An initial executed oath or declaration under 37 CFR 1.63
may change the inventorship as originally set forth when the
application is'filed without an executed oath or declaration with-
out request for correction of inventorship (37 CFR 1.48(H).

g 213 Starement of Facts Problem (for Use Fi ollowmg FP
2,13, Iprplzcable}

The statement of facts by ani inveitor or inventors to be added
or deleted does not explicitly state that the ‘inventorship error
occurred without deceptive intent' on his or her part.or cannot be
construed to so state. :

9 2.13b No New Oath or Declaration (for Use Following
FP 2.13 or 2.13.02, If Applicable)

An oath or declaration by each actual inventor or mventors list-
1ng the entire inventive entity has not been submitted,

q 2.13c Required Fee Not Submitted (for Use Following
FP 2,13, 2.13.01 or 2.13.02, If Applicable)
It 1acks the required fee under 37 CFR 1.17(i).

7 2 13d Written Consent Mzssmg (for Use Followmg FP
2.13 or 2.13.02, Iprphcable)

Tt Jacks the written consent of any aSS1gnee of one of the origi-
nally named mventors

g2 ]3e 37 CFR3. 73(b) Submzsswn (for Use Followmg FP
2.13 or 2.13.02, If Applicable)

A 37 CFR 3.73(b) submission has not been recewed to support
action by the asmgnee

§ 2.13f Hostile Inventor(s)/[nventorsth Overlap (for Use
Following FP 2.13; If Applicable)

As it appears that a'party required by 37 CFR 1.48(a)(2) to sub-
mit a statement of facts may not be willing to submit such state-
ment, applicant should consider either: a) submission of a petition
under 37 CFR 1.183 to waive that requirement if the original
named inventor(s) has assigned the entire right and interest to an
assignée who has given its consent to-the requested inventorship
correction, MPEP § -201.03, Verified Statement of Facts, or b)
refiling the. application (where addition is needed under 37 CFR
1.53(b) with a new cath or declaration and any necessary petition
under 37 CFR 1.47, or where only deletion is needed, either under
37 CFR 1.53(b) utilizing a copy of a prior oath or declaration 37
CFR 1.63(d)1)(iv), or uider 37-CFR 1.53(d)), thereby eliminat-
ing the need for a37 CFR 1.48 request.
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q 2:13.01 Correction of Inventorshtp Una’er 37 CFR

1.48(b), Insufficient :
The request for-the deletion of an mventor in t’tus NONProvi-

sional application under 37 CFR 1.48(b) is deficient becanse:

Examiner Note: : :

1. This form paragraph should only be used When the inventor-
ship was previously correct when originally. executed but an
inventor is being deleted because claims have. been amended or
canceled such that he or she is no longer an. inventor of any
remaining claim in the non-prowsmna] application. If the i inven-
torship is being corrected because of an error in’ naming the cor-
rect’ inventors, use form- paragraph 2.13 instead of this form
paragraph. § e

2. Follow this form paragraph w1th one or both of form para-
graphs 2.13c and 2:13g. : :

3 See note 1 of form pa:agraph 2 13 Potent1a1 relectlon

g 2.13g Staterment Under 37 CFR 1. 48(5)(2) Problem (for
Use Following FP 2.13.01, If Applicable) '

The réquest was not- accompanied by-the statement requlred
under 37 CFR 1.48 (b)(2).

¥ 2.13.02 Correction of Inventorship Under 37 CFR
1.48(c), Insufficient

The request to correct the inventorship in this nenprpvisional
app]1cat10n under 37 CER 1.48(c) requesting addition of an inven-
tor(s) is deficient because:

Examiner Note:
1.  This form paragraph should only be used when the inventor-
ship was previously correct when the -application was originally
executed, but the invéntérship now needs to be changed due to
subseqguent addition of subject miatter from the specification to the
claims, which subject matter was contnbuted by a party not’ ongl—
nally naméd as an inventor.”
2. Seemote 2 of form paragraph 2.13. -
3. Tollow this form paragraph with any of form paragraphs
2 13b 12.13¢ or 2.13h.

* See note 1'of form paragraph 2,13.01; Potential re]ectlon
5 .~ See notes 4- 7 of form pa:agraph 2.13, i

F  2.13h Statement of Facts, Added Inventor (for Use
Following FP 2.13.02, [f Applicable)

The statement of facts by the inventor(s) to be added does not
explicitly state that the amendment of the inventorship is necessi-
tated by amendment of the claims and that the inventorship error
occurred without deceptive i iritent on the pan of the inventor(s) to
be added, or cannot be constmed to so state.

q 2.14 Correction of Inventorsth Under 37 CFR 1.48(a)
or (c), Sufficient

. In view of the papers filed [1], it has been found that this non-
provisional application, as filed, through error and without decep-
tive intent, improperly set forth the mventorshlp, and accordingly,
this application has been. corrected in compliance with 37 CFR
148 ([2]). The mventorshlp of thlS apphcauon has been changed
by [3]. .
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The application will be forwarded to the Office of Initial Patent -
Examination (OIPE) for issuance of a corrected filing receipt, and
correction of the file jacket and PTO. PALM data to reflect the
inventoxship as corrected.

Examiner Note: . o

1. In bracket 2, msert --8-- OF ~-C--; 48 appropnate :
2. Inbracket 3, insert explanation of correction made, mcludlng
addmon OF deletlon of appropriate names.

§ 2.14.01 Correctwn of Inventorshlp Under 3 7 CFR
1.48(b), Sufficient . -

In view of the papers filed [1], the mvenmrsmp of this nonpro-
visional application has been changed by the deletion of [2].

The application will be forwarded to the Office of Initial Patent
Examination (OIPE} for issuance of a cotrected filing receipt, and
correction of the file jacket and USPTO PALM data to reﬂcct the
inventorship as corrected. : i

Examiner Note:

1. This form paragraph is'to bc used only for 37 CFR 1 48(b)
corrections.

2. Inbracket 2, insert the names of the deleted inventor(s).

37 CFR 1.48(b)

37 CFR 1.48: Correctioﬁ. of inventorship in a patent
application, other than a reissue application, pursiant to
35. USC 1]6.

Aok R ek

(b) Nonprovisional application—fewer inventors due o
amendment or cancellation of claims. If the cotrect inventors ate
named in a nonprovisional application, and the prosecution of the
nonprovisional application results.in the amendment or cancella-
tion. of claims so that fewer than all of the currently named inven:
tors are the actnal inventors of the invention being claimed in the
nonprovisional application, an’amendment must be filed request-
ing deletion of the name or names of the person -or persons who
are not inventoers of the invention being claimed. If the application
is invelved in an interference, the amendment must comply with
the requirernents of this section and must be accompanied by a
motion under § 1.634. Amendment of the inventorship requires:

- {1) A request,-signed by a party set forth in § 1.33(b), to
correct the inventorship that identifies the named inventor-or
inventer’s. being deleted and acknowledges: that  the inventor's
invention is no longer being claimed in the nonprov:smnal appli-
cation; and, :

.. {2) The processing fee set forth in § 1 17(1)

B3 L

37 CFR 1.48(b) provides for deleting the names of
persons originally properly included as inventors, but
whose invention is no longer being claimed in a non-
provisional application. Such a situation would arise
where claims have been amended or deleted during
prosecution ‘because they are unpatentable: or. as a

August 2001



201.03

result of a requirement for restriction of the applica-
tion to one invention, or for other reasons. A request
under 37 CFR 1.48(b) to deleie an inventor would be
appropriate prior to an action by the TC where it is
decided not to pursue particular aspects of an inven-
tion attributable to some of the ongmal named inven-
tors.

37 CFR 1.48(b) requires that the amendment be
accompanied by: (1) a request including a statement
identifying each named inventor who is being deleted
and acknowlédging that the inventor’s invention is no
longer being claimed in the application; and (2) a fee
under 37 CFR 1.17(i). The statement may be signed
by applicant’s registered attorney or agent who then
takes full responsibility for ensuring that the inventor
is not being improperly deleted from the application.
Written consent of any assignee is not required for
requests filed under 37 CFR 1.48(b). '

37 CFR 1.48(c)

37 CFR 1.48. Correction of inventorship in a patent
application, other than a reissue application, pursuant to
35 USC 116, :

gk

(c) Nonprovisional application—inventors added for claims
to previously unclaimed subject matter. If a nonprovisional appli-
cation discloses unclaimed subject matter by an inventor or inven-
tors not named in the application, the application may be amended
0 add claims to the subject matter and name.the correct inventors
for the application. If the application is involved in an interfer-
ence, the amendment must comply with the requirements of this
section and must be accompanied by a motion under § 1.634.
Amendment of the inventorship requires:

(1) A request to correct the mvemorshlp ‘that sets forth the
desired inventorship change;

{2) A statement from each person being added as an
inventor that the addition is necessitated by amendment of the
claims and that the inventorship ertor occurred without deceptive
intention on his or her part;

(3) An oath or declaration by the actual inventors as
required by § 1.63 or as permitted by §§ 1.42, 1,43, or § 1.47;

(4) The processing fee set forth in § 1.17(i); and

(5) If an assignment has been executed by any of the orig-
inal named inventors, the written consent of the assignee (see
§ 3.73(b) of this chapter).

T osekokdkesk

.37 CFR 1.48(c) provides for.the situation where a
nonprovisional application discloses unclaimed sub-
ject matter by an inventor or inventors not named in
the application when an executed declaration under
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37 CFR 1.63 was first filed. In-such a situation, the
nonprovisional application may be amended pursuant
to 37 CFR: 1.48(c) to add claims dirécted to the origi-
nally unclaimed but disclosed subject miatter and also
to name the correct inventors for the application based
on the newly added claims. Any claims added to the
application must be supported by the disclosure as
filed and cannot add new matter.

37 CFR 1.48(c) requires that the amendment must
be accompanied by: (1) a request to correct the inven-
torship that sets forth the desired inventorship change;
(2) a statement from each person being added as an
inventor that the amendment is necessitated by an
amendment to the claims and that the inventorship
error occurred without deceptive intention on his or
her part; (3} an oath or declaration by each actual
inventor; (4) the fee under 37 CFR. 1.17(i); and (5) the
written consent of any assignee of the orlgmal named
inventors.

37 CFR 1.48(d)

37 CFR 148. “Correctioni of inventorship in a patent
application, other than a reissue application, pursuant to
35. US.C. i16.

Hbk ok

(@) Provisional application—adding omitted inventors. 1f
the name or names of an inventor or inventors were omitted in a
provisional application through error without any deceptive inten-
tion on the part of the omitied inventor or inventors, the provi-
sional application may be amended te add the name or names of
the omitted inventor or inventors, Amendment of the inventorship
requires:

(1) A request, signed by a party set forth in § 1 33(b), to
correct the inventorship that identifies the inventor or inventors
being added and states that the inventorship error occurred with-
out deceptive intention on the part of the omitied inventor or
inventors; and

{2) The processing fee set forth in § 1. 17(q)

EEE 2 1]

37 CFR 1.48(d) provides a procedure for adding the
namie of an inventor in a ‘provisional application,
where the name was origitially omitted without
deceptive intent.

37 CFR 1.48(d) requires that the amendment be
accompanied by: (1) a request to correct the inventor-
ship that sets forth the desired invettorship change;
(2) a statement that the inventorship error occurred
without deceptive intention on the part of the omitted
inventor or inventors; and (3) the fee set forth in
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37 CFR 1.17(q). The statement of lack of deceptive
intent may be included in the request ‘and may be
signed by a registered attorney or agent. A statement
of lack of deceptive intent is not required from any of
the original or to be added inventors.

37 CFR 1.48(e)

37 CFR 1.48. Correction of inventorship.in a patent
application, other than a reissuye application, pursuanr to
35 US.C 116 .

soksdk

(e) Provisional application—deleting the narhe or names of
the inventor or inventors. If a person or persons were named as an
inventor ‘or inventors in’a provisional apphcatlon through error
w1thout any deceptive intenition on the part of such person of per-
sons, an amendment may be flled in the prov151ona.l appllcatlon
deleting the name or names of the person or persons who were
erronegusly named, Amendment of the inventorship requires:

(VA request 1o correct the 1nvent0rsh1p that sets forth the
desued inventorship change;

@ A stafement by the person or persons whose name or
names are being deleted that the inventorship error occurred with-
out de.c_:epnve intention on the part of such person or persons;

(3). _The processing fee set forth i_n § 1.17(q); and
- (4) If an assignment has been executed by any of the orig-

inal named inventors, the written consent of the assignee: (see
§ 3.73(b) of this chapter).. -

PETET

37 CFR 1.48(e) provides a procedure for'deletilig
the name of a person who was erroneously named as
an inventor in a prov1s1onal application. - Under
35 U.S.C. 119(e)}, as contained in Public Law 103 -
465, a Tater filed application under -35 U.S.C. 111(a)
may claim priority benefits based on a copending pro-
visional application so long as the applications have at
least one inventor in common. An errot in naming a
person as an inventor in a provisional apphcatlon
would not fequire correction by deleting the errone-
ously named inventor from the provisional application
since this would have no effect upon the ability of the
provisional application to serve as a basis for a prior-
ity claim under 35 U.S.C. 119(e). However, if appli-
cant chooses to correct the inventive entity of a
: prov131ona.1 application, 37 CFR 1.48(¢) sets forth the
procedures for deletmg the name of a person errone-
ously named as an inventor in a pr0v1510nal apphca—
tion.
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- 37 CFR 1.48(e) requires- that:the -amendment be-
accompanied by: (1) a request to-correct the inventor-:
ship that sets forth the desired inventorship change;:
(2) a statement of lack-of deceptive intent. by the per-
son whose name is being deleted establishing that the
error occurred without deceptive intention on his or.
her part;.(3) the fee set forth in- 37 CFR 1.17(q); and.
(4) the written consent of any agsignee.

37 CFR 1 48(f)

37 CFR 1.48: Correction of mventorsth in'a patenr
application, other than a reissue applzcanon, pursuant o
35. U.S.C. 1ie. R

kkokksk

(£)(1) Nonprovisional application—filing executed oath/dec-
laration corrects inventorship. If the correct inventor or inventors
are not named on. filing a nonprovisional application under. §
1.53(b) without an executed oath or declaration under § 1.63 by
any of the inventors, the first submission of an executed oath or
declaration under § 1.63 by any of the inventors during the pen-
dency of the application will act to correct the earlier identifica-
tion of :'inventorship.. See §§ 1.41(a)(4) and 1.497(d). for
submission of an executed oath or declaration to enter the national-
stage under 35 U.8.C: 371 and § 1.494 or § 1,495 naming an
inventive entity different from the inventive entity set forth in the
international stage. _ _ _ _

(2) Provisionalapplicdaiion’ filing cover sheet. corrects.
inventorship. If the correct inventor or inventors are not named on
filing a provisional application-without a cover sheet under §
1.51(c)(1), the Jater submission of a cover sheet under § 1.51(c)(1)
during the pendency of the apphcatmn will act to. correct the ear-
her 1dent1f1cat10n of inventorship, ‘

_ o : ek ok _
-~ 37 CFR 148(f)(1) and (£)(2) will act to automati-
cally correct an earlier identification of inventorship
in a nonprovisional application by the filing of an ini-
tial executed oath or declaration andin a provisional
application by the filing of an initial cover sheet. A
request and fee is’ not requlred for the mventorshlp
correction to occur,

"The provision in 37 CFR 1. 48(f)(1) for changmg
the inventorship only applies if an’executed oath or
declaration under 37 CFR 1.63 has not been submitted
by any of the inventors. In this situation, the submis-
sion of an executed oath or declaration under 37 CFR
1.63 by any of the inventors is sufficient to correct an
earlier identification of invéntorship. A first-filed oath
or declaration under 37.CFR 1.63 executed by less
than all of the inventors initially identified will, under
37 CER 1 A8(H(1), deterrmne the 1nventorsh1p in the
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application. Any subsequent oath or declaration filed
by a different inventive entity will not be effective

under 37 CFR 1.48(f)(1) to correct the inventorship
that was specified in the first-filed oath or.declaration.”

- 37 CFR 1.48(f)(1) is not applicable for national
stage applications filed under 35 U.S.C. 371 ‘wheie
the inventorship has been erroneously named in the
international application. Accordingly, if the inventor-
ship set forth in the oath or declaration filed in the
national stage application differs from the inventor-
ship specified in the international application; the oath
or declaration -must ‘be accompanied by a request
under 37 CFR 1.48(a).

37 CFR 1.48(g)

37 ‘CFR 1.48. - Correction of inventorship in a patent
application, other than a reissue application, pursuant to
35. U.S.C. 116

PR

. {g) Additional information may be required. The Office may
require such other information as may be deemed appropriate
- under the particular circumstances surrounding the correction of
inventorship.

201.04  Parent Appllcatlon

The term “parent” is apphed to an earher apphca—
tion of an inventor disclosing a given invention. Such

invention may or may not be claimed in the first -

application. Benefit of the filing date of copending
parent application may be claimed under 35 U.S.C.
120, The term parent will not be used to describe a
provisional application.

201.04(5) Original _Applica_ti'on

- “Onglnal” is used in the patent statute and rules to
refer to an apphcatron which is not a reissue applica-
tion. An original application may be a first ﬁ]mg ora
contmulng application.

201. 04(b) Provisional Appllcatlon

35 U.S. C' I Apphcanon

*****

- (b) PROVISIONAL APPLICATION —

(1) AUTHORIZATION —A provisional apphcauon for
patént shall be made or authorized to-be made by the inventor,
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except as otherwise provided in this title, in writing to the Direc-
tor. Such application shall include—

(A) a specification as prescribed by the first paragraph
of section 112 of this title; and

(B) adrawing as prescribed by section 113 of thls title.

(2) CLAIM.—A claim, as required by the second through
fifth paragraphs of section 112, shall not be required in a provi-
sional application,

(3) FEE—

(A) The application- must be accompanied by the fee
required by law.

(B) The fee may be submitted after the spec1f1cat10n
and any required drawing are submitted, within such period and
under such conditions, lncludmg the payment of a surcharge, as
may be prescnbed by the Drrector

(© Upon failure to submit the fee within such pre-
scribed period, the application shall be regarded as abandoned,
unless it is shown to the satisfaction of the Director that the delay
in submitting the fee was unavoidable or unintentional.

(4) FILING DATE.—The filing date of a provisicnal
application shall be the date on which the specification and any
required drawing are received in the Patent and Trademark Office.

(3) ABANDONMENT.—Notwithstanding the absence of
a claim, upon timely request and as prescribed by the Director, a
provisional application may be treated as an’ application filed
under subsection (). Subject to section 119(e}(3) of this title, if no
such request is made, the provisional application shall be regarded
as abandoned, 12 months after the filing date of such application
and shall not be subject to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL APPLICA-
TION.—Subject to all the conditions in this subsection and sec-
tion 119(e} of this title, and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated as
a provisional application for patent.

(7) NO RIGHT OF PRIORITY OR BENEFIT OF EAR-
LIEST FILING DATE—A provisional application shall not be
entitled to the right of priority of any other application under sec-
tion 119 or 365(a) of this title or to-the benefit of an-earlier filing
date in the United States under section 120, 121, or 365(c) of this
title. L o :
- {8) APPLICABLE PROVISIONS.—The provisions of
this title relating to applications for patent shall apply to provi-
siohal applications for patent, except as otherwise provided, and
except that provisional applications for patent shall not be Sub_]BCt
to sections 115, 131, 135, and 157 of this title.

37 CFR I 9, Definitions.

(a)(l)A national application as used in this chapter means a
U. S “application for patent which was either filed in the Office
under 35U.S.C. 111, or which entered the national stage from an
international application after compliance with '35 U.8.C. 371.

(2) A provisional apphcanon ds used in this ‘chapter
means a U.S. national application for patent filed in the Office
under 35 U.S.C. 111(b).
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(3) A nonprovisional application as used in this chapter
means a U.S. national application for patent which-was either filed
in the Office under 35 U.S.C. 111(a), or which entered the
national stage from an international apphcatlon after compliance
with 35 U.S.C. 371. : o - :

Fokkstek

37 CFR ] 53. Apphcanon number ﬁlmg date, and
completzon of apphcatlon

wEEEE

{c) Applzcanon filing réquirements - Provisional ‘applica-
tion: The filing date of a provisional application is the date on
which a specification as prescribed by the first paragraph of
35U.8.C, 112, and any drawing required by § 1.81(a) are filed in
the Patent and Trademark Office. No amendment other than to

make the provisional apphcanon comply with the patent statute
and all applicable regutations, may be made to the provisional

application after the filing date of the provisionai apphcat:on

(1) A provisional application must also include the cover
sheet required by § 1.51(c)(1), which may be an apphcatlon data
sheet (§ 1.76), or a cover letter identifying the application as a
provisional application. Otherwise, the application will be treated
as an application filed under paragraph (b) of this section. -

(2) An application for patent filed under paragraph (b) of
this section may be converted to a provisional application.and be
accorded the ongmal filing date of the apphcatlon filed under
paragraph (b) of this section. The grant of such a request for con-

version will not entitle applicant to a refund of the feas that were’

properly paid in the application filed under paragraph (b) of this
section. Such a request for conversion must be accompanied by
the processing fee.set forth.in § 1. l7(q) and be filed prior to the
earliest of: :

(1) Abandonment of the apphcatlon ﬁled under para~
graph (b) of this section;

(ii) Payment of the issue fee on the apphcatlon filed
under paragraph (b) of this section;

. (iiiy Expiration of twelve months after the f111ng date of-

the application filed under paragraph (b) of this section; or

(iv) The filing of a request for a statutory invention
registration under § 1.293 in the appllcatlon filed under paragraph
(b) of this section.

(3) A provisional application filed under paragraph (c) of
this section may be converted to a nonprovisional application filed
under paragraph (b).of this section and accorded the original filing
date of the provisional application. The conversion of a provi-
sional application to 4 nonprovisional application will not result in
either the refund of any fee properly paid in the provisional appli-
cation or the application of any such fee 1o the filing fee, or any
other fee, for the nonprovisional application. Conversicn of a pro-
visional -application to a nonprovisional . application under. this
paragraph will result in the term of any patent to issue from the
application being measured from at least the. filing date of the pro-
visional application for which conversion is requested Thus,
apphcants should consider avmdmg this  adverse patent term
impact by filing a nonprovisional application clamung the benefit
of the provisional application under 35 U.$:C. 119{e) (rather than
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converting the provisional application into a nonprovisional! appli-
cation. pursuant to this paragraph). A request to convert a provi-
sional application to a nonprovisional apphcatlon must be
accompamed by the fee set forth in § 1. 17(1) and an amendment
including at ledst one claim as prescribed by the second paragraph
of 35 U.S.C. 112, unless the provisional application under para-
graph {c) of this section otherwise contains at least one claim as
prescribed by the second paragraph of 35 U.S.C.112. The nonpro-
visional application resulting from conversion of a provisional:
application must also include the filing fee for a nonprovisional
application, an oath or declaration by the applicant pursuant to §§
1.63, 1.162, or 1.175, and the surcharge required by § 1.16(e) if
either the basic'filing fee for a nonprovisional application or the
oath or declaration was not present.on the filing date accorded the
resulting nonprovisional application (i.e., the. filing date of the
original provisional application). A request to convert a provi-
sional application to a nonprovisional application must also be
filed pnor to the earliest of:-.

(1) Abandonment of the prov1smna.l apphcatlon ﬁled,
under paragraph {c) of this section; or )

(ii) ‘Expiration of twelve months after the fihng date of
the provisional application filed under this paragraph (c).

(4) A provisional application is not entitled to.the right of
priority under 35 U.8.C. 119.or 365(a) or § 1.55, or to the benefit
of an eardier filing date under 35 U.S.C. 120, 121 or 365(c) or
§ 1.78 of any other apphcauon No claim for pricrity under 35
U.S:C. 119(e) or § 1.78(a)(4) may be made in a design apphcatlon‘
based on a provisiohal application. No request under § 1.293 for a
statutory invention registration may be filed in a provisional appli-
cation. The requirements of §§ 1.821 through 1.825 regarding
application disclosures containing nucleotide .and/or amino acid
sequences are not mandatory for provmxonal applications.

*****

One of the provisions of the Uruguay Round
Agreements Act which is effective as-of June 8, 1995,
is the establishment of a domestic' priority system.
The Act provides a mechanism to eriable domestic
applicants to quickly -and inexpensively- file provi-

.sional applications. Under the provisions of 35 U.S.C.:

119(e), applicants are entitled to claim the benefit of
priority in-a given application in the United States:
The - domestic priority period: will not count in the
measurement -of ‘the 20-year patent term. See
35 U.8.C. 154(a)3). Thus, domestic ‘applicants -are
placed on equal footing with foreign appllcants with
respect to the patent term.

The parts of a provisional apphcatlon that aré
required are -set forth in'37 CFR 1.51(c) and MPEP
§ 601.01(b). The filing date of a provisional applica-
tion is-the date on which.(1) a specification which
complies with 35 U.S.C. 112, first paragraph, and (2)
any drawing required by 37 CFR -1.81(a) are filed. A
provisional - application.-must . also: include a cover
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sheet or cover letter identifying the application as a

provisional application. Otherwise, the application

will be treated as an application filed under 37 CFR

1.53(b). The filing_fee' is set forth in 37 CFR 1.16(k).
NOTE: . -

. (A) No claim is requlred ina pr0v1510r1a1 apphca—
tion:

(B) No oath or declaratlon 18 required in a provi-
sional application.

- {C) Provisional apphcahons will not be examined
for patentability, placed in an interference, or made
the subject of a statutory invention registration.

A provisional application will automatically be

abandoned 12 months after its filing date and will not

be subject to revival to restore it to pending status
thereafter. See 35 U.S.C. 111(bX(5). Public Law 106-
113 amended 35 U.S.C. 119(e)(3) to extend the period
of pendency of a provisional application to the next
succeeding business day if the day that is 12 months
after the filing date of 'a provisional application falls
on a Saturday, Sunday, or Federal holiday within the
District of Columbia. See also 37 CFR 1.7(b).
35 U.S.C. 119(e)(3) as amended by Public Law'106-
113 is effective as of November 29,-1999 and applies
to any provisional applications filed on or after June
8, 1995 but has no effect on any patent which is the
subject of litigation in an action commenced before
November 29, 1999. -

For example, if a provisional apphcauon was ﬁled
on January 15, 1999, the last day of pendency of the
provisional application under 35 U.S.C. 111(b)(5) and
35 U.S.C. 119(e)(3) is extended to Januvary 18, 2000
(January 15, 2000 is a Saturday and Monday, January
17, 2000 is a Federal holiday and therefore, the next
succeeding -business day is Tuesday, January 18,

2000). A nonprovisional application claiming the ben-

efit of the provisional application must be filed no
later than January 18, 2000.

A provisional application is not entitled to claim
priority benefits based on any other application under
35U.8.C. 119,120, 121, or 365. If applicant attempts
to claim the benefit of an earlier U.S. or foreign appli-
cation in.a provisional application, the filing receipt
will not reflect the improper priority claim. Moreover,
if a nonprovisional application claims the benefit of
the filing date of a provisional application, and states
that the provisional application relies upon the filing
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date of an earlier application, the claim for priority
earlier than the filing date of the pr0v1310na1 applica-
fion w111 be d1sregarded

An application filed under 37 CFR 1.53(b) may be'
converted to a provisional application provided a peti-
tion requesting the conversion is submitted along with
the fee as set forth in 37 CFR 1.17(q). The petition
and fee must be submitted prior to the earlier of the
abandonment of the nonprovisional application, the
payment of the issue fee, the expiration of 12 months
after the filing date of the nonprovisional application,
or the filing of a request for statutory invention regis-
tration. The grant of any such petition will not entitle
applicant to a refund of the fees which were properly
paid in the application filed under 37 CFR 1'.53(15).
See MPEP § 601.01(c)

Public Law 106-113 amended 35 U.S.C. 111(b)(5)
to permit a p_r_ovmmnal application filed under 37 CFR
1.53(c) be converted to a nonprovisional application
filed under 37 CFR 1.53(b). 35 U.S.C. 111(b)(5) as
amended by Public Law 106-113 is effective as of
November 29, 1999 and applies to any provisjonal
applications filed on or after June 8, 1995. A request
to convert a provisional application to a nonprovi-
sional application must be accompanied by the fee set
forth in 37 CFR 1.17(i) and an amendment including
at least one claim as prescribed by 35 U.S.C. 112,
unless the provisional application otherwise contains
at least one such claim. The request must be filed
prior to the earliest of the abandonment of the provi-
sional application or the expiration of twelve months
after the filing date of the provisional application. The
filing fee for a nonprovisional application, an exe-
cuted oath or declaration under 37 CFR 1.63, and the
surcharge under 37 CER 1.16(e), if appropriate, are
also required. The grant of any such request will not
entitle applicant to a-refund of the fees which were
properly paid in the application filed under 37 CFR
1.53(c). Conversion of a provisional application to a
nonprovisional apphcatmn will result in the term of
any patent issuing from. the application being mea-
sured from at least the filing date of the provisional
application. This: adverse patent term impact can be
avoided by filing a nonprovisional application claim-
ing the benefit of the provisional application under 35
U.S.C. 119(e), rather than requesting conversmn of
the provisional application to a nonprovisional appli-
cation.. See 37.CFR 1.53(c)(3).
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Design applications may not make a claim for pﬁ-

ority of a provisional application under 35 U.S.C.
119(e). See 35 U.S.C. 172 and 37 CFR L.78(a)4).
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Please type a plus sign (+) insids this bax ———jp» D PTOISBME (02-01}

Approved for use through10/31/2002. OMB 0651-0032
U.3, Patent and Trademark Office; U.3. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collectien of information unless it displays & valid OMB control number,

PROVISIONAL APPLICATION FOR PATENT COVER SHEET
This is a request for filing a PROVISIONAL APPLICATION FOR PATENT thdar 37 CFR 1.53(c).
Express Malil Label No. .

INVENTOR(S)

I ) Residence I
Given Name {first and middle [if any]) Family Name or Sumame {City and either State or Foreign Coul
D Additional inveniors are being named on the ___ separately numbered sheels attached hersto

TITLE OF THE INVENTION (280 characters max}
Direct all correspondence to: CORRESPONDENCE ADDRESS
D Customer Number L — Place Customer Number
Bar Code Label here

OR Type Customer Number here

Firm or '

Individuai Name
Address
Address
City State ZIP
Country Teleghone Fax

ENGLOSED APPLICATION PARTS (check ail that apply)

[ specification Number of Pages [: D CD{s), Number :l
D Drawing(s) Number of Sheefs [:]

] Appication Data Sheet. See 37 CFR 1.76

D Other (specify)

METHOD OF PAYMENT OF FILING FEES FOR THIS PROVISIONAL APPLICATION FOR PATENT

|
|

1 Applicant claims small entity status. See 37 CFR 1.27. FILING FEE

1 Acheckar money order is enclosed to cover the filing fees AMOUNT (§)

L—_l The Commissioner is hereby authorized to charge filing J
fees or credit any overpayment to Deposit Account Number: l J

[ Payrnent by credit card. Form PTO-2038 is attached.

The invention was made by an agency of the United States Govemment or under a contract with an agency of the
United States Govermment.

O

[ Yes, the name of the U.S. Government agancy and the Government contract number are:

- 4-_4._4;

Respecifully submitted, Date .

SIGNATURE REGISTRATION NO. L l
(if appropriate)

TYPED or PRINTED NAME Docket Number: L [

TELEFHONE

USE ONLY FOR FILING A PROVISIONAL APPLICATION FOR PATENT

This collection of Information is required by 37 CFR 1.51. The information is used by the public to file (and by the PTO to process) a
provisional application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.14. This collection is estimated 1o take 8 hours to
complete, including gathering, prepal'lng.; and submitling the complete provisional agplucatmn to the PTO. Time will vary depending upon
the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden,
showld be sent to the Chief Information Officer, L.S. Patent and Trademark Office, U..S. Depariment of Commerge, Washington, D.C.
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Box Provisional Application, Assistant
Commissioner for Patents, Washington, D.C. 20231,
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PROVISIONAL APPLICA TION COVER SHEET
Addftlonal Page

PTOISB/MG (02-01)

. . Approved for use tirough 10/31/2002: OMB 08510032 . .
i ) ) ) U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1985, no parsons-are required to raspond 1o a collection

of mformatlon unless it digplays a valid OMB control number.
.o ; : Typeaplussign{+) . | . |-
Docket Number s insidethisbox — [  } .

INVENTOR(S)IAPPLICANT(S)

. Re5|dence .
Given Name (first and middle [if any])

’ Famlly of Sumame (C|tv nd elther State or Forelgn Countm -

‘ 'Numbc_a_r — ;if' '
 WARNING: Information on this form may become public. Credit card information should not

be included on this for_m. Provide credit ;:ard infoi_'m'atio‘n-and authorization on PT0-2033.

200-19 August 2001



201.05

201.05  Reissue Application

A reissue application is an application for a patent

to take the place of an unexpired patent that is'defec-
tive in some one or more particulars. A detailed treat-.

ment of reissues will be found in Chapter 1400.
201.06 - Division Application

A'later application for an independent or distinct

invention, carved out of a pending application and .
disclosing and claiming only subject matter disclosed -

in the eatlier or parent application, is known as a divi-
sional application or “division.” It may be filed pursu-
ant to 37 CFR 1.53(b) or 1.53(d). 37 CFR 1.60 and
1.62 have been deleted as of December 1, 1997. The
practices set forth in former 37 CFR 1.60 and former
1.62 have been incorporated into 37 CFR 1.53(b) and
1.53(d), respectively. Continued prosecution applica-
tion (CPA) practice set forth in 37 CFR 1.53(d) has
replaced the file wrapper continuing (FWC) practice
set forth in former 37 CFR 1.62. Therefore, divisional
applications previously filed under 37 CFR 1.60 or
1.62 should now be filed under 37 CER 1.53(b) or
1.53(d). Both the parent and divisional applications
must have at least one common applicant. The divi-
sional application should set forth at least that portion
of the earlier disclosure which is germane to the
invention as claimed in the divisional application. In
order to file a divisional application under 37 CFR
1.53(d), the prior nonprovisional application must be:
(A) a utility or plant application that was filed under
35 U.S.C. 111(a) before May 29, 2000, and is com-
plete as defined by 37 CFR 1.51(b); (B) a design
application that is complete as defined by 37 CFR
1.51(b); or (C) the national stage of an international
application that was filed under 35 U.S.C. 363 before
May 29, 2000, and is in compliance with 35 U.S.C.
371. See 37 CFR 1.53(d)(1). Divisional applications
of utility or plant applications filed on or after May
29, 2000 should-be filed under 37 CFR -1:51(b). An
application claiming the benefits of a provisional
application under 35 U.S.C. 119(e) should not be

called a “division” of the provisional application since

the application will have its patent term calculated

from its filing date, whereas an application filed under .

35U.S.C. 120,:121, or 365(c) will have its patent term
calculated from the date on which the earliest applica-
tion was filed, provided a specific reference is made
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to the earlier filed application(s). 35 U.S.C. 154(a)(2)
and (a)(3).
In the interest of expediting the processing of newly

- filed” divisional applications, filed as a result of a

restriction requirement, applicants are requested to
include the appropriate U.S. Patent and Trademark
Office classification of the divisional application and
the status and location of the parent application, on
the papers submitted. The appropriate classification
for the divisional application may be found in the

- Office -communication of the. parent- application

whierein “the requirement was made. It is supgested
that this classification designation be placed in the

" upper right hand corner of the letter of transmittal

accompanying these divisional applications or in an
application data sheet as set forth in 37 CFR
1.76(b)(3).

Use form paragraph 2.01 to remind applicant of
possible division status.

§ 2.01 Definition of Division

This application appears to be a division of Application No,
[1], filed [2]. A later application for a distinct or independent
invention, carved out of a pending application and disclosing and
claiming only subject matter disclosed in the earlier or parent
application, is known as a divisional application or “division.”
The divisional application should set forth only that portion of the
earlier disclosure which is germane to the invention as claimed in
the divisional application.

Examiner Note:

1. Inbracket 1, insert the Application No.(series code and serial
no.) of the parent application.

2. Inbracket 2, insert the filing date of the parent application.

3. An application claiming the benefits of a provisional applica-
tion under 35 U.S.C. 119%(e) should not be called a “division” of
the provisional application since the application will have its
patent term calculated from its filing date, whereas an application
filed under 35 U.S8.C. 120, 121, or 365(c) will have its term calcu-
lated from the date on which the earliest application was filed,
provided a specific reference is made io the earlier filed applica-
tion{s), 33 U,8.C. 154(a)(2) and {a)(3).

A design application may be considered to be a
division of -a utility application  (but not of a provi-
sional application), and is entitled to the filing date
thereof if the drawings of the earlier filed utility appli-
cation show the same article as that in the design
application sufficiently to comply with 35 U.5.C.
112, first paragraph. However, such a divisional

‘design application may only be filed under the proce-

dure set forth in 37 CFR 1.53(b) not under 37 CFR
1.53(d). Note that 37 CFR 1.60 and 37 CFR 1.62
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have been deleted as of December 1, 1997 See
MPEP § 1504.20.

While a divisional application may depart from the
phraseology used in the parent application there may
be no.departure therefrom in substance or variation in
the disclosure that would amount to “new matter” if
introduced by amendment into the parent application,
Compare MPEP § 201.08 and § 201.11..

For notation to be put on the. file wrapper by the
examiner in the case of a divisional.- appl1cat1on see
MPEP § 202.02. : :

201.06(a) Former 37 CFR160
Divisional-Continuation
- Proce‘dure :

[Note: 37 CFR 1.60 was deleted effectwe December
1,1997. See 1203 0.G. 63, October 21, 1997. A con-
tinuation or divisional application filed - under
37CFR 1 .60 on or after December 1, 1997 ~will
automatlcally be . treated as an apphcatlon filed
under 37 CFR 1.53(b). All continuation and d1v1-
sional apphcatmns filed under 37 CFR 1.60 prior
to December 1, 1997. will contmue to be processed
and examined under the procedures set forth in
former 37 CFR 1.60. Thus, the following. discus-
sion of divisional-continuation practice under
former 37 CFR 1.60 is being retained i in the MPEP
and all references to the rules in thls section are
directed to the rules that were in e_ffee_i; prior to
December 1, 1997.]

37 CFR 1.60. Continuation or divisional application for
invention disclosed in a prior nonprovzszonal apphcat:on

“(a) [Reserved]

(b) An apphcant may omit signing of the oath or declaration
in a continuation or divisional application (filed under the.condi-
tions specified in 35 U.8.C.120 or 12l and § 1. 78(a)) if: )

(1) the prior- appllcatlon was a nonpr0v1310na] apphcatlon
and a complete application-as set forth in § 1.51(a)(1);

(2) applicant indicates that the application is being filed
pursuant to this section and files a true copy of the prior complete
application as filed including the specification ‘(with ciaims),
drawings, oath or declaration showing the signature or an indica-
tion it'was signed, and any amendments referred to in th& oath 6r
declaration fited to complete the prior application; : :

(3) the inventors named in. the continuation or d1v1310na1
application are the same or less than all the mventors narned in the
prior apphcatlon and

(4) 'the apphcatwn is filed before the patenting, or aban~
donment of, or termination of proceedings on' the prior applica-
tion. The copy of the prior application must be accompanied by a
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statement that the application papers filed are-a true copy of the
prior complete application. Such statement must be by the appli-
cant or applicant's attorney or agent and must be a verified state-
ment if made by a person not registéred to practice before the
Patent and Trademark Office. Only amendments ‘reducing the
number of claims or adding a reference to the prior application
(§ 1.78(a)) will be entered before calculating the filing fee and
granting the filing date. If the continuation or divisional applica-
tion is filed by less than ail the. mventors named in the prior appli-
cafion, a statement must accompaiy the apphcatlon when filed
requesting deletion of the names of the person or persons who are
not inventors of the invention being claimed in the continuation or
divisional application. Except as provided in paragraph (d) of this
section, if a true copy of the prior application as filed is not filed
with the application or if the statement that the apphcauon papers
are a true copy is omitted, the apphcatmn will not be given a filing
date earlier than the date upon whick' the copy and statement are
flled unless a petition with' the fee set forth in § 1:17()-is filed
which satisfactorily explains the delay in filing these items.

(¢) If an application filed pursuant to-paragraph (b) of this
section. is incomplete for reasons. other than-those specified in
paragraph (d) of this section, applicant will be notified-and given a
time penod Wlthln which to complete the application in order to
obtam a filing date as of the date of filing the omitted item pro-
vided the omitted item is filed before patenting or abandonment of
or termination of proceedings-on the prior application. If the omis-
sion is. not corrected within the time:period set, the application
will be returned or otherwise disposed of; the fee, if submitted,
will be refunded less the handling fee set forth in § 1 21(n).

(d) If an apphcatlon filed pursuant to paragraph (b} of this
section is otherwme complete, but does not include the appropri-
ate filing fee of a true copy of the oath or deel_aratlon from the
prior complete application, showing the signature or an indication
it was signed, a filing date will be granted.and applicant will be so
netified and given a period of time within which to file the fee, or
the true copy of the oath or declaration and to pay.the surcharge as
set forthin § 1. 16(e) in order to prevent abandonment of the appli-
cation. The notification pursuant to this paragraph may be made
simultaneously with* a.ny notification pursuaat to paragraph(c) of
this section. Co .

37 CFR 1.60 PRACTicE

The 37 CFR 1.60 practice' was developed to pro¥
vide a procedure for filing a continuation or divisional
application where hardships ex1sted in obtaining the
signature of the inventor on such an application dur-
ing the pendency of the prior nonprovisional applica-
tion. It is suggested that the use of the 37 CFR 1.60
practice be limited to such instances in view of the
additional-work required by.the Office to enter pre-
liminary: amendments. If no hardship exists-in obtain-
ing ‘the signature of the inventor, the -application
should -be filed under-37 CFR. 1.53(b){(1) not under
37 CFR 1.60. It is: pointed out that a continuation or
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divisional application may be filed under 37 CFR
1.53(b)(1), 37 CFR 1.60, or 37 CFR 1.62. 37 CFR
1.60 or 37 CFR 1.62 practice may not be used when
filing an application where the immediate prior appli-
cation was a provisional apphcauon under 35 U.S.C.
119(e).

37 CrR 1.60 pract1ce permits persons having
authority to prosecute a prior copending nonprovi-
sional application to file a continuation or divisional
application without requiring the inventor to again
execute an ocath or declaration under-35 U.S.C. 115, if
the continvation or divisional application is an exact
copy of the prior nonprovisional application as exe-
cuted and filed. It is not necessary to file a new oath or
declaration which includes a reference to the nonfiling
of an application for an inventor’s certificate in
37 CFR 1.60 applications filed after May 1, 1975.
Likewise, it is not necessary to have the inventor sign
a new oath or declaration merely to include a refer-
ence to the duty of disclosure if thic parent application
was filed prior to January 1, 1978, or to indicate that
the inventor has reviewed and understands the con-
tents of the application if the parent application was
filed prior to Qctober 1, 1983.

Where the immediate prior nonprovisional applica-
tion was not signed (for examplé, ‘where it was filed
under the former 37 CFR 1.147 or current 37 CFR
1.60 or 37 CFR 1.62 practice), a copy- of the most
recent nonprovisional application having a signed
oath or -declaration in the chain of copending prior
nonprovisional applications under 35 U.S.C. 120 must
be used. _ _

The basic concept of 37 CFR 1.60 practice. is that
since the inventor has already made the affirmation
required by 35 U.S.C. 115, it is not necessary to make
another affirmation in a later application that discloses
and claims only the same subject matter. It is. for this
reason that a 37 CFR 1.60 application must be an
exact duplicate of an earlier nonprov1s1onal applica-
tion executed by the inventor. Tt is permlsmble fo
retype pages to provide clean copies.

37 CFR 1.60 APPLICATION CONTENT

As mentioned previously, a 37 CFR 1.60-applica-
tion must consist of a copy of an executed nonprovi-
sional application as filed (specification, claims,
drawings, and -oath or.declaration). The application
must also include a clear indication that a filing under
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37 CFR 1.60 is desired. The use of transmittal form
PTO/SB/13 is urged since it acts as a checklist for
both applicant and the Office and includes a specific
request for an application under 37 CER. 1.60. If an
application is filed under 37 CFR 1.60, all requ1re-
ments of that rule must be met.

Although a copy of all original claims in the prior
nonprovisional application must appear in the 37-CFR
1.60 application, some of the claims may be canceled
by request in the 37 CFR 1.60-application in order to
reduce the filing fee (see form PTO/SB/13, item 5).
Any preliminary amendment presenting additional
claims (claims not in the prior application as filed)

“should accompany the request for filing an applica-

tion under 37 CFR 1.60, but such an amendment will
not be entered until after the filing date has been
granted. Any claims added by amendment should be
numbered consecutively beginning with the number
next following the highest numbered original claim in
the prior exécuted nonprovisional application. The
Office of Initial Patent Examination should not review
prehmmary amendments (in the transmitted letter or
separate paper accompanying the application) for evi-
dence of missing claims in applications filed under
37 CFR 1.60. Any errors in the numbering of claims
in preliminary amendment(s) can be corrected in the
examining groups. Amendments madc in the prior
nonprovisional application do not carry over into the
37 CFR 1.60 application. Any preliminary amend-
ment should accompariy the 37 CFR 1.60 application
and be directed to “the accompanying 37 CFR 1.60
application” and not to the prior nonprovisional appli-
cation. Applicants should submit preliminary amend-
ments on filing or promptly thereafter to assure
examiner consideration when the 37 CFR 1.60 appli-
cation is picked up for examination.

All application copies must comply with 37 CFR
1.52 and must be on paper which permits entry of
amendments thereon in ink. -

A copy of the nonprovisional application must be
prepared and submitted by the applicant, or his or her
attorney or agent, and include a statement that it is a
true copy. The copy of the oath or declaration need
not show a copy of the inventor’s or notary’s signature
provided that all other data is shown and an indication
is made on the oath or declaration that the oath or dec-
laration. has been signed. For example, if the inven-
tor’s or notary’s signature is not shown on the copy of
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the oath or declaration, the notation */s/” may be
added to the copy of the oath or declaration on the line
provided for the signature to indicate that the original
oath or declaration was signed.

In order to obtain a filing date under 37 CFR 1.60 a
copy of all pages of the application, including descrip-
tion, claims, any drawings, and the statement that the
application papers are a true copy of the prior applica-
tion are required to be submitted. If all these items are
not submitted, remedy is by way of petition under
37 CFR 1.60(b) and payment of the fee under 37 CFR
1.17(i). Paragraph (d) of 37 CFR 1.60 which was
added effective Jan. 4, 1993, provides for the filing
fee and/or true copy of the oath or declaration from
the prior nonprovisional application, to be filed on a
date later than the filing date with payment of the sur-
charge set forth in 37 CFR 1.16{e). '

Claims for priority rights under 35 U.S.C. 119(&)
(d) must be made in 37 CFR 1.60 applications. if it is
desired to have the foreign priority data appear on the
issued patent. In re Van Esdonk, 187 USPQ 671
(Comm’r Pat.. 1975). Reference should be made to
certified copies filed in a pnor apphcatlon if reliance
thereon is made.

If the claims presented by amendment in a 37 CFR
1.60 application are directed to matter shown and
described in the prior nonprovisional .application but
not substantially embraced in the statement of inven-
tion or claims originally presented, the applicant
should file a supplemental oath or declaration under
37 CFR 1.67 as promptly as possible.

In view of the fact that 37 CFR 1.60 applications
are limited to continuations and divisions, no new
matter may be introduced in a 37 CFR 1.60 applica-
tion, 35 U.S.C. 132. Continuation-in-part applications
may only be filed under 37 CFR 1.53(b)(1) or37 CFR
1.62. .

-A statement to the effect that the submitted copy is
belicved to be a true copy of the prior nonprovisional
application a$ filed to the best of his or her informa-
tion and belief is sufficient, if an explanation is made
as to why the statement must be based only on belief.

If the 37 CFR 1.60 application is being filed by less
than all the inventors named in the prior nonprovi-
sional application, a statement must accompany the
application, when it is filed, requesting deletion of the
names of the person or persons who are not inventors.
of the invention being claimed in the 37 CFR 1.60
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application. For example, this situation could occur
when a divisional application is being filed directed to
one of the inventions disclosed and claimed in the
prior nonprovisional application. No petition under
37 CFR 1.48 for correction of inventorship is required
when filing under 37 CFR 1.60 unléss there was an
error in the omission of a named inventor in the prior
nonprovisional application which was not corrected
prior to the filing .of the 37 CFR 1.60 application.

If the inventorship shown on the original eath or
declaration has been changed and approved during the
prosecution of the prior nonprovisional application,
the 37 CFR 1.60 application papers must indicate
such a change has been made and approved by pro-
viding a copy of the petition for correction of inven-
torship under 37 CFR 1.48 in order that the changed
inventorship may be indicated in the 37 CFR 1.60
application. The 37 CFR 1.60 application papers
should also include any additions or changes in an
inventor’s citizenship, residence or post office address
made and approved in the prior nonprowswnal apph—
cation. :

If small entity status has been éstablished in a par-
ent app_hcatlon, it is not necessary to again file a state-
ment under 37 CFR 1.27 if the small entity. status. is
desired in a 37 CFR 1.60 application. The 37 CFR
1.60 application must, however, include a reference to
the statement in the parent application if the small
entity, status is still proper and desired (37 CFR
1.28(a)).

If the parent application was filed by other than the
inventor under 37 CFR 1.47, a copy of all the petition
papers filed under 37CFR 1.47 must also be filed.

FORMAL DRAWIN GS REQUIRED:

' Formal drawmgs. are required in 37 CFR 1.60
applications as in other applications. A request to
transfer drawings from a prior nonprovisional applica-
tion does not relieve the applicant from the obligation
to file a copy of the drawings originally filed in the -
prior nonprovisional application. If informal drawings
are filed with the application papers, the cxaminer
should use form paragraph 2.02 for formal drawing
reqmrement :

7 2.02 Former 37 CFR 1.60, Drawing Reguirement -

This application, filed under former 37 CFR 1.60, lacks for-
mal drawings. The-informal drawings filed in this application are
acceptable for examination purposes. When the application is
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allowed, applicant will be required to submit new formal draw-
ings. In unusual circumnstances, the formal drawings from the
abandoned parent application may be transferred by the grant of a
petition under 37 CFR 1.182.

Examiner Note:

This form pa.ragraph is to be used only when the parent appli-

cat_lon contains approved formal drawings and has been aban-
doned.

Any drawing corrections requested but not made in
the “prior nonprovisional application shounld be
repeated in the 37 CFR 1.60 app]ication if such
changes are still desired.

Use form paragraph 2.04 for instructions to appli-
cant where drawing corrections have been requested
in the parent application.

% 2.04 Correction of Drawings in Former 37 CFR 1.60
Cases ' .

The drawings in this application are chjected to by the
Draftsperson as informal. Any drawing correctionis requested, but
not made in the prior application; should be repeated in this appli-
cation if such changes are still desired. .If the drawings-were
changed and approved during the prosecution of the prior applica-
tion, a petition may be filed under 37 CFR 1.182 requesting the
transfer of such drawings, provided the parent application has
been abandoned. However, a copy of the drawings as originally
filed must be included in the 37 CFR 1.60 apphcatmn papers to
indicate the original content.

Examiner Note:
Use form paragraphs 6.39 and 6.40 with this paragraph.

COPIES OF AFFIDAVITS

Affidavits and declarations, such as those under
37CFR 1.131 and 37 CFR 1.132 filed during the
prosecution of the prior nonprovisional application do
not automatically become a part of the 37 CFR 1.60
application. Where it is desired to rely on an earlier
filed affidavit, the applicant should make such
remarks of record in the 37 CFR 1.60 application and
include a copy of the original aff1dav1t filed in the
prior nonprovisional application.

Use form paragraph 2.03 for instructions to appli-
cant concerning affidavits and declarations in the par-
ent application.

g 2.03 Affidavits or Declarations in Parent Application
Applicant refers to an affidavit or declaration filed in the parent
application. Affidavits or declarations, such as those submitted
under 37 CFR 1.131 and 37 CFR 1.132, filed during the prosecu-
tion of the parent application do not automatically become a part
of this application. Where it is desired to rely on an earlier filed
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affidavit or declaration, the applicant should make the remarks of
record in the later application and include a copy of the original
affidavit or.declaration filed in the parent application.

" Examiner Note:

This form paragraph is to be used in applications filed under 37
CFR 1.53(b) and former 37 CFR 1.60. Do not use this form para-
graph in applications filed under 37 CFR 1.53(d) and former 37
CFR 1.62 applications, since affidavits and/or declarations, such
as those submitted under 37 CFR 1.131 and 37 CFR 1.132 filed
during the prosecution of the parent nonprovisional application
automatically become a part of the 37 CFR 1.53(d) and former 37
CFR 1.62 applications.

ABANDONMENT OF THE PRIOR NONPROVI-
SIONAL APPLICATION

Under 37 CFR 1.60 practice the prior nonprovi-
sional application is not automatically abandoned
upon filing of the 37 CFR 1.60 application. If the
prior nonprovisional application is to be expressly
abandoned,  such a paper must be signed in accor-
dance with 37 CFR 1.138. A registered attorney or
agent not of record acting in a representative capacity
under 37 CFR 1.34(a) may also expressly abandon a
prior nonprovisional application as of the filing date
granted to a continuing application when filing such a
continuing application.

If the prior nonprovisional application which is to
be expressly abandoned has a notice of allowance
issued therein, the prior nonprovisional application
can become abandoned by the nonpayment of the
issue fee. However, once an issue feé has been paid in
the prior application, even if the payrment occurs fol-
lowing the filing of a continuation application under
37 CFR 1.60, a petition to withdraw the prior nonpro-
visional application from issue must be filed before
the prior nonprovisional application can be abandoned
(37 CFR 1.313).

If the prior nonprovisional application which is to
be expressly abandoned is before the Board of Patent
Appeals and Interferences, a separate notice should be
forwarded by the apphcant to such Board, giving
notice thereof.

After a decision by the Court of Appeals for the
Federal Circuit (CAFC) in which the rejection of all
claims is affirmed, proceedings are terminated on the
date of receipt of the Court’s certified copy of the
decision by the Patent and Trademark Office. Conti-
nental Can Company, Inc., v. Schuyler, 168 USPQ 625
(D.D.C. 1970). See MPEP § 1216.01.
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EXAMINATION

The practice relating to making first action rejec-
tions final applies also to 37 CFR 1:60 appllcatlons
See MPEP § 706.07(b).

Any preliminary amendment filed with a 37 CFR

1.60 application which is to. be entered after grantmg

of the filing date should be entered by the technical
support staff of the Technology Center (TC) where the
application is finally assigned to be examined. Any
errors in the numbering of claims in preliminary

amendment(s) can be corrected in the examining

groups. Accordingly, these applications should be
classified and assigned to the proper TC by taking
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into consideration the claims that will be before the
examiner upon entry of such a preliminary amend-

_ ment

If the examiner finds that a fihng date has been
granted erroneously because the application was
incomplete, e.g., pages of specification missing or

‘drawing sheets missing, the application should be

returned to the Office of Initial Patent Examination
(OIPE) via the Ofﬁce of Petitions.

Form PTO/SB/13 is deszgned as-an a1d for use by
both- applicant and the U.S. Patent and Trademark

Office and-should simplify filing and processing of

applications under 37 CFR 1.60.
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PTO/SB/M 3 {(11-86)
) . Approved for use through 630499, OMB 0651-0033
E Patent and Tradernark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required ¥ respond b a collection of information unless & displays a valid OMB cordrol number.

“REQUEST FOR FILING A PATENT APPLICATION UNDER 37 CFR 1.60
. ANTIGIFATED CLASSIFICATION T e
DOCKET NUMBER . | .of THIS APPLICATION: -~ : PRIOR A__EPLICAT_‘ON E)_(AMI_NER ART U‘Nl|T
- "CLASS | SUBCLASS - ' '

Address to: . o :
Assigtant Commissioner for Patents
Washington, D.C. 20231 S _ RN
This is a request for filing a [ Jcontinuation [ divisional application: Under 37 CFR 1:60, of pending prior
Application Number - I_ Jiledon - - entitied

1. Enciosed is @ copy of the latest inventor-signed prior application, induding a copy of the vath or declaration showing

the otiginal signature or an indication it was signed. | hereby verify that the papers are a true copy of the latest signed

prior application number / . and further that all statements made herein of my own knowledge are

true: and further that these statements were made with the knowledge that willful false statements and the like so made are
punishabie by fine or imprisonment, or both, under section 1001 of Title 18 of the United States Code and that such

willful false statements may jeopardize the validity of the application or any patent issuing thereon.

CLAIMS (1) FOR {2) NUMBER FILED | (3) NUMBER EXTRA | (4) RATE _ |(5) CALCU
TOTAL CLAIMS
(37 CFR 1.16(c) -0 = x$__ =%
INDEPENDENT
CLAIMS B7cmi100% -3= X§ =
MULTIPLE DEPENDENT CLAIMS (if applicable) @7 cem 1.15) +5___ 0=
BASIC FEE
{37 GER 1.16(s)) +
Total of above Calculations =
Reduction by 50% for filing by small antity (Nots 37 CFR 1.9, 1.27, 1.28).
TOTAL =
2.[7] A verified statement to establish small entity status under 37 CFR 1.9 and 1.27
D is enclosed.
] was filed in prior application number ! and such status is still proper and desired

(37 CFR 1.28(a)).
3. The Commissioner is hereby authorized to charge any fees which may be required under 37 CFR 1.16 and 1.17, of

credit any overpayment to Deposit Account No. . A duplicate copy of this sheet is enclosed.
4.1 A eheck in the amount of § is enclosed.
5. [JcCancel in this application original ciaims ' of the prior

application before cafculating the filing fee. (At least one original independent claim must be retained for filing purposes.}
6. [ The inventor(s) of the invention being diaimed in this appilication is (are):

7. [J This application is being filed by less than all the inventors named in the prior application. in accordance with 37
CFR 1.80(b), the Commissioner is requested to delete the name(s) of the follawing person o persons who are not
inventors of the invention being claimed in this application:

8.[] Amend the spedification by inserting before the first line the sentence: “This appication is a O continuation
[ division of application number __/ , fited , {status, abandoned, pending, etc.}).

[Page 1 of 2}

Burden Hour Statement: This fore ' sstimated to take 0.5 hours lo complete. Time will vary depending upon the needs of the indhidual case. Any
comwments on the amount of time vou are rogulrad to norm)lato this form should be sent to the Chief Information Officer, Patent and Trademark Office,
Washington, DG 20231. DO NGT $END FEES OR CO PLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents,

Washington, DC 20231.

n
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“14. [17he power of attomey in the prior application is to:

TYPES, CROSS-NOTING, AND STATUS OF APPLICATION 201.06(a)

' PTO/SB/M3 (11-96)

Approved for use through 6/30/99. OMB 0651-0033

' Patert and Trademark Office; U.5. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1985, no persons are required to respond 1o s collection of information unless it displays a valid OMB control number.

(REQUEST FOR FILING A PATENT APPLICATION UNDER 37 CFR 1.60, PAGE 2)

9. [INew formal drawings are enclosed.

10.] Priority of foreign application number fledon______ i

is claimed under 35 U.S.C. 119(a) - (d).
] The centified copy has been filed in prior apphcatlon number ___/ ' , filed

1. A prellmlnary amendment is enclosed.

12. I___IThe prior application. is assigned of record to

13. |:|_Also enclosed:

a. Llthe power of attorney appears in the original papers in the prior application.
b. |:] Since ihe power does not-appear in the onglnal papers a oopy of the power in the pnor
application is enclosed. .

c. {:]Address all future corespondence to: (May only be completed by apphcant or attomey
or agent of record.) _ e o

] customer Number —I —'9 | Prace Customer Number Bar
OR Type Customer Number here | Code Label here

Firm or
D individual Name

Address

Address

City S State Zip
Country ) ‘

Telephone ' Fax

Date §1gnalure

Inventor(s) Typed or pnnted name

E Assignee of complete interest. Cerliﬁcauon under 37 CFR 3 73(b) is enclosecl
[] Attomey or agent of record :
] Filed under 37 CFR 1.34(a)

Reglstratlon nurnber if actmg under 37 CFR 1.34(a).

[Page2of2]
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201.06(b) Former 37 CFR 1.62
. File Wrapper Continuing
Procedure _ :

1, 1997, See 1203 O.G. 63, October 21, 1997. A con-
tinuation or divisional application filed under
former 37 CFR 1.62 on or after December 1, 1997,

will be treated as ‘an application filed under

37 CIFR 1.53(d) unless the application is a utility or
plant application filed on or afer May 29, 2000, in
which case it will be treated as a request for contin-
ued examination (RCE) under 37 CFR 1.11, see
MPEP 706.07(h), paragraph IV, If the appllcatmn
filed on or after December 1, 1997, under former
37 CFR 1.62 is a continuation-in-part (CIP) appli-
cation, the application will be treated as an
improper application. In which case, the applicant
will be notified and given an opportunity to file a

petition under 37 CFR 1.53(¢) to have the applica-

tion converted to an application filed under
37 CFR 1.53(b).

A petltlon under 37 CFR 1 53(e) to accept and

treat an improper application filed under former
37 CFR 1.62 as a proper application filed under 37

CFR 1.53(b) must include: (1) the $130.00 petition -

fee; (2) a true copy of the complete nonprovisional
application, as filed, designated as the prior non-
provisional application in the .application: papers
filed undér former 37 CFR 1.62; (3) any amend-
ments entered in the prior nonprovisional applica-
tion; (4) any amendments submitted but not
entered in the prior nonprovisional application
and directed to be entered in the application
papers filed under former 37 CFR 1.62; and (5) an
execufed oath or declaration under 37 CFR 1.63, if
one has not already been submitted with the appli-
cation papers filed under former 37 CFR 1.62.

All continuation, divisional and CIP applica-
tions filed under former 37 CFR 1.62 prior to

December 1, 1997, will continué to be processed’

and examined under the procedures set forth in
former 37 CER 1,62, Thus, the following discus-
sion of former 37 CFR 1.62 practice is being
retained in the MPEP and all references to the
rules in this section are directed to the rules that
were in effect prior to December 1, 1997.]
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37 CFR 1.62. File wrapper continuing procedure

{a) A continuation, continuation-in-part, or divisional appli-
cation, which uses the specification, drawings and oath or declara-
tion from a prior nonprovisional application which is complete as

~defined by §.1.51(a}1), and which is to be abandoned, may be
[Note: 37 CFR 1.62 was deleted effective December - ..

filed under this, section before the payment of the issue fee, aban-
donmnent of, or termination 6f procéedings on the ‘prior applica-
tion, or after payment of the issue fee if a petition under §
1.313(b)(5) is granted in the prior application. The filing date of
an application filed under this section is the date on which a
request is filed for an apphcatlon under this section- including
identification of the application number and the names of the

“-inventors named in the prior complete application. If the continua-

tion, contmuatlon—m—part or divisional application is filed by less
than all the inventors named in the prior application a statement
must accompany, the application when. filed requesting deletion of
the names of the person or persons who are not inventors of the
invention being claimed in the continuation, continuation-in-part,
or divisional application.

(b) The filing fee for a contmuauon, ‘continuation-in- part or
divisional application under this section is based on the number of
claims remaining in the application after entry of any preliminary
amendment and entry of any amendments under § 1.116 unen-
tered in the prior application which applicant has requested to be
entered in the continuing application.

" () In'the case of a continuation-in-part application which

“adds and ‘claims-additional disclosure by amendment, an oath or

declaration as required by § 1.63 must also be filed. In those situa-

- tions where a new-oath or-declaration is required due to additional

subject matter being claimed, additional inventors may be named
in the continuing application. In a continuation or divisional appli-
cation which discloses and claims only subject matter disclosed in
a prior application, no additionial oath or declaration is required
and the application muyst name as inventors the same or less than
all the inventors named in the prier application.

{d). Tf an application which has been accorded a ﬁhng date
pursuant to paragraph (a) of this section does not include the
appropriate basic filing fee pursuant to paragraph (b) of this sec-
tion, or an cath or declaration by the applicant in the case-of a con-

tinwation-in-part application pursuant to. paragraph () of this

section, applicant will be so notified and given a period of time
within which to file the fee, oath, or declaration and to pay the sur-
charge as set forth in § 1.16(e) in order to prevent abandonment of

_the application. The notification pursuant to_this paragraph may

be made simultaneousty with any notification of a defect pursuant
to paragraph (a) of this section. )
(e) An application filed under this section will utilize the file

* wrapper and contents of the prior application to constifute the new

continuation, continuation-in-part, or divisional application but
will be assigned a new application number. Changes to the prior
application .must be made in the form of an amendment to the
prior application as it exists at the time. of f111ng the application
under this section. No copy of the prior apphcatlon or new specifi-
cation is required. The filing of such a copy or spec1ficat10n will
be considered i 1mproper and a filing date as of the date of deposit
of the request for an application under this section will not be
granted to the application unless a petition with the fee set forth in
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§ 1.17(i) is filed with instructions to cancel the copy or spec1f1ca—
tion.

(f) The ﬁ]mg .of an application under tlus sect10n w111 be
construed to include a waiver of confidence by the applicant under
35 U.8.C. 122 to the extent that any member of the public who is
entitled under the provisions of 37 CFR 1.14 to access to, or infor-
mation ¢oncerning either the prior application or any continuing
application filed under the provisions of this section may be:given
similar access to, or similar information concerning, the other
application(s) in the file wrapper.

(2) The filing of a request for a continuing application under
this section will be considered to be a request to expressly aban-
don the prior application’ as of the filing date granted the continu-
ing application. :

.(h) The applicant is urged to furnish the fo]lowmg mforma-
tion relating to the prior and continuing applications to the best of
his-or her ability:

(1) Title as ongmally filed and as last amended

(2 Name of applicant as originally filed and as last
amended;

(3} Current correspondence address of applicant;

(4) Identification of prior foreign application and any pn-
ority claim under 35 U.S.C. 119.

(5) The title of the invention and names of the apphcants
to be named in the continuing application.

(i) Envelopes containing only apphcatlon papers and fees
for filing under this section should be marked “Box FWC”,

(j) If any application filed under this section is found to be
improper, the applicant will be notified and given a time period
within which’to correct the filing error in order:to obtain a filing
date as of the date the filing error is corrected provided the correc-
tion is made before the payment of the issue fee, abandonment of,
or termination of proceedmgs on the prior apphcatlon If the ﬁ]mg
error is not corrected within the time peried set, the apphcatmn
will be returned or otherwige disposed of; the fee, if submitted,
will be refunded less the handling fee set forth in'§ 1.21(n).

An applicant may file a continuation or division. of
a pending patent application by simply filing a request
therefor under 37 CFR 1.62 identifying the' Applica-
tion Number. (series code and serial number)-of the
prior complete nonprovisional application and paying
the necessary application filing fee. The filing of a
copy of the prior nonprovisional application (required
under 37 CFR 1.60) is unnecessary and improper
under the procedure set forth in 37 CFR 1.62. To file a
continuation-in-part application, an amendment (not a
new specification) adding the -additional subject mat-
ter and an oath or declaration relatmg thereto are also
required.

A:request for an FWC application under 37 CFR
1.62 may be signed by a registered practitioner acting
in a representative capacity undér 37 CFR 1.34(a).
However, correspondence concerning the continuing

200-29

AT

201.06(b)

application will be sent by the Office to the correspon-
dence ‘address as. it appears on the prior nonprovi-
sional application until a new power of attorney, or
change of correspondence address signed by an attor-
ney or agent of record-in the pnor apphcauon is filed
inthe FWC. -

The “file wrapper contmumg” (FWC) procedure is
set forth in 37 CFR 1.62. Under this simpkfied proce-
dure, any contmulng apphcation such as a continuna-
tion, continuation-in-part, or divisional apphcatlon
may be filed. The papers in the copending prior non-
provisional application, which application will
become automatically -expressly abandoned. will- be
used and any changes thereto desired when filing the
FWC' application: must be made by amendment.
Under the FWC procedure, a new application number
is assigned and the specification, drawings, and other
papers in the parent application file wrapper are used
as the papers in the contiriuing application. Changes
in inventorship may be made. The “file wrapper con-
tinning” (FWC) procedure is available for utility,
design, plant, ‘and reissue applications to file continu-
ing - applications of the same type (utility, design,
plant, reissue} as the parent application. An applica-
tion which claims the benefits of a provisional appli-
cation- may not be filed under the provisions of
37 CFR 1.62. Use of the FWC procedure will auto-
matically result in express abandonment of the prior
nonprovisional application as of the filing date
accorded the -continuation, contmuauon—m—part or
divisional application. :

The FWC procedure can be used for any continua-
tion, continuation-in-part, or divisional application
provided the applicant’ wishes the copending prior
nonprovisional application to become abandoned. If a
continuation or divisional application is desired with~
out abandonment of the parent application, the proce-
dure under 37 CFR 1.60 should be used. Applicant
also has the option of filing new application papers
with a reexecuted oath or declaration under 37 CFR
1.53(b)(1). .

" Under:37 CFR 1.62, the speclflcatlon, claims, and
drawings; and any amendments in the prior nonprovi-
sional application areused in the continuation, contin-
uation-in-part, or divisional application: A new filing
fee is required in accordance with 35 U.S.C. 41 and
37 CFR 1.16. The only other statutory requirement
under 353 U.S.C. 111(a) is a signed oath or declaration.
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Since a continuation ‘or divisional application .cannot
contain new-matier, the oath or declaration filed in the
prior nonprovisional application would supply all the
information required under the statute and. rules to
have a complete application and to obtain.a filing
date. Accordingly, the previously filed oath or decla-
ration will be considered 1o be the oath or declaration
of the 37 CFR 1.62. contmuatlon or dmsmn How-
ever, if a contmuatlon-m -part apphcatlon is being
f1lcd or a correction of inventorship .is being made,
then a new oath or declaration must be signed and
ﬁled by the apphcant

‘The.original d1sc10sure of an apphcatton ﬁled under
37.CFR 1.62 will be.the original parent application,
amendments entered .in the parent-application, and
amendments filed on the filing date and referred to in
the .oath or. declaration by the inventor(s). However,
the filing fee will be based: on the claims in the
37 €FR1.62 application after entry of any unentered
amendments under 37 CFR.1:116 in the prior applica-
tion whose entry. has been requested by the applicant
and any prelimipary -amendment which may. accom-
pany the FWC request and filing fee. The Certificate
of Mailing Procedure under 37 CFR 1.8 does -not
apply to filing a request for a “File Wrapper Continu-
ing” application since the filing of such a.request is
congidered to be a filing of national application papers
for the purpose of obtaining an apphcauon flhng date
(37 CFR'1.8(a)(i)).-

“The applicant may file a 31gned FWC request and
the regular filing fee under 37 CFR 1.16 and other
necessary papers with the Patent and Trademark
Office, either by mail addressed to “Box FWC” or-in
person with the Customer Service Center. An individ-
ual check: or deposit account authorization should
accompany each. FWC application, since. combined
checks delay processing. .

-~ The Mail Center sorts out all “Box- FWC” ‘enve-
/IOpes upon receipt and delivers them to a reader for

rompt special handling. The reader applies the “Mail
%oom date stamp and marks the categories of the

'fees. The papers for each FWC - application  are
;/ assigned a regular national application .number . and

placed in a “Jumbo” size file wrapper. The Special
Handling: Branch reviews the EWC request for accu-
racy and completeness and assigns the filing date if
everything appears to be in order.. There is no need
for any processing of the FWC application by the Ini-
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tial Patent Examination Division of the Office of Ini-
tial Patent Examination (OIPE) since there are no
papers to be examined and the FWC application is
routed to the group assigned the prior nonprov1s10nal
apphcauon When the FWC application file wrapper
is received in the examining group, the parent applica-
tion is promptly obtained and processed by a techmcal
support staff member. - :

All of the correspondence from the Office in a
FWC apphcatlon refers to the FWC application num-
ber and filing date and is processed in the same man-
ner as any other continuation, continuation-in-part or
divisional application. The first action final rejection
procedures set forth in MPEP § 706.07(b) apply to
FWC applications filed under 37 CFR 1.62. The
PALM system can supply mformatlon to authorized
persons as to the location of the parent appl1cat10n file
wrapper and ties the parent application number to the
FWC apphcauon number.

The provisions of 37 CFR 1.62 prov1de that if any

application in the file wrapper is available to the pub-
lic that all applications in the file wrapper ‘will be
available to the public.
: Paragraph (a) of 37 CFR 1 62 sets forth the mini-
mum requirements for obtaining a filing date. Para-
graphs (b) and (c) of 37 CFR 1.62 set forth the filing
fee and oath ‘or declaration requirements. Paragraph
1.62(d) relates to later filing of the ﬁlmg fee or oath or
declaration as prov1ded for in 35 U.S.C. lll(a)

EXTENSIONS OF Tﬂ\rlE

If an extension of time is necessary:.to establish
continuity between the prior application and the FWC
application, the petition for extension of time must be
filed as a-separate paper directed. to the prior nonpro-
visional application. A general authorization to charge
fees to-a deposit account filed in the FWC application
wiil not be.construed as a petition for extension of
time in the prior application. See In r¢ Kokaji, 2
USPQ2d 1309 (Comm’r Pat. 1987). Any petition for
extension of -time 'directed to the prior application
must be accompanied by its own certificate of mailing
under .37 -CFR 1.8 (if mailed by - first class mail
(including “Priority Mail” and “Express Mail™);
see MPEP -§ 512) or should have the “Express
Mail” mailing label number in accordance - with 37
CFR 1.10 (if mailed by “Express Mail”;:see: MPEP §
513), if the benefiis of those rules are desired. For the
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purposes of 37 CFR 1.8(a)(1)(i)(A), first class mail is
interpreted as including “Express Mail” and “Priority
Mail” deposited with the USPS.

CERTIFIED COPY

A certified copy of a cdntinuaﬁon—ih-part applica- :

tion filed under 37 CFR 1.62 will be prepared by the
Certification Branch upon request. The certified copy
will consist of a copy of the prior complete applica-
tion as filed, all amendments entered in the prior
application as of the FWC filing date, any amendment

filed with the request for a continuation-in-part appli- -

cation under 37 CFR 1.62, any unentered amendment

under 37 CFR 1.116 in the prior application whose'

entry was requested by the applicant in the FWC
application, and the oath or de_claration_under 37 CFR
1.63 filed to complete the FWC application.

SMALL ENTITY STATUS

If small entity status was established in the parent
application of an application filed under 37 CFR 1.62,

and such status is desired and proper in a 37 CFR 1.62 -

application, it is not necessary that a new statement
under 37 CFR 1.27 be filed but rather reference may

tion.
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be made to the statement filed in the parent applica-

201.06(b)

PRIORITY CLAIM

Claims under 35 U.S.C. 119{a)-(d) and 120 for the
benefit of the filing dates of earlier applications in a

. parent apphcatmn will automancally carry over to an

application f_11_ed_un_d.er 37 CFR 1.62. Applicants are
encouraged to repeat and update such claims at the
time of filing a 37 CFR 1,62 application so that such
claims will.-not be overlooked. A member of the tech-
nical support staff should check. if priority data has
been entered on the file wrapper. B

Form paragraph 2.28 may be used to remind appli-
cant to insert parent application data. -

§ 2.28 Reference in Former 37 CFR I 62 . Continuing
Applications

This application filed under former 37 CFR 1.62 lacks the nec-
essary reference to the prior application. - A -statement reading
“This is a [1] of Application No.  [2]; filed [3}].” should be entered
following the title of the invention or as the first sentence of the
specification. Also, the current status of the nonprovisional parent
application(s) should be included. - '

Examiner Note;- : :

1. Inbracket 1, insert -—leISl.On -y - contmuatlon -~ OT --¢ontin-
uation-in-part--. E

2. Use only in “file wrapper contmumg apphcatlons under
former 37 CFR 1.62. :

Form PTO/SB/14 is designed as an a1d for use by
ap_ph_c_:ant for filing an application under 37 CFR 1.62.
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PTO!SBIM “ 1-96)

Approved for uss lhrough 630/99. 'OME 06851-0033

} Patont and Trademark Office; U.S, DEFARTMENT OF COMMERCE

Undonho PapamrkﬂodwﬁmAdons mpomomm nqindhmpondhl collection of infommtion unless it displays a valid OMB contrs! number.

" REQUEST FORM FOR FILING A PATENT APPLICATION UNDER 37 CFR 1.62

" ANTICIPATED CLASSIFICATION
DQCKET NUMBEI__?_ . OF T APPLIGATION . PRIOR APPLICATION EXAMINER ART UNIT
CLASS . SUBCLASS e : i : ’ o
Address to . .
Assistant Commﬁmoner for Patenis
Box FWC

Washington, D. c 20231
This is a:Request for filing a E]contlnuatlon-lmpan E]continuatlon [:l divisional applrwt:on under 37 CFR 1.62

of prior application Number ___:/ .00 , filed on . AN ‘enfitled_. :
. ' by the follovwng named mventor(s)

FULL NAME [FAMILY NAME FIRSYT GIVEN NAME . - ...  |SECONDGIVEN NAME
OF INVENTOR R B ' '

TRESIDENCE & [CITY . o ‘| STATE OR FOREIGN COUNTRY- COUNTRY OF CITIZENSHIP
CITIZENSHIP.. 1 . L ) S . B S )
POST OFFICE | POST OFFICE ADDRESS - . : . . J CITY L STATE & ZIP CODE / COUNTRY

o ADDRESS | L ’ ‘ ) T : )
FULL NAME = | FAMILY NAME R Lo SECOND GIVEN NAME
OF INVENTOR o o : U
RESIDENCE & ferry ~ | STATE OR FOREIGN COUNTRY COUNTRY OF CITIZENSHIP
CITIZENSHIP - . S e . L
POST OFFICE [POST OFFICE ADDRESS crY T T STATE & ZiP CODE / COUNTRY
ADDRESS ) Lo : S : - i '
FULL NAME  |FAMILY NAME ~ ] FIRST GIVEN NAME = R SECOND GIVEN NAME
-} OF INVENTOR _ e _ _ L
RESIDENCE & JCiTY : -] STATE OR FOREK3N COUNTRY  |COUNTRY OF CITIZENSHIP
CITIZENSHIP A o BT )
{POST OFFICE | POST OFFICE ADDRESS . ] CHY o . STATE & ZIP CODE / COUNTRY,

DDRESS
E Additional inveritors are being named on separately numbered sheet(s) attached hereto.
The above identified prior application in which no payment of the issue fee, abandonment of, or termination of proceedings
has occurred, is hereby expressly abandoned under 37 CFR 1.62(g) as of the filing date of this new application. Please use
all the contents of the prior applicaijon file wrapper, mclucingrme drawings, as the basic papers for the new application.
(No new specification is required, 37 CFR 1.62(e).} (Nots: 3/ CFR 1.60 may be used for continuation or divisional
applications whera the prior application is not to be abandoned.}

1. [ Enter the unentered amendment previously filed on under 37 CFR 1.116 in the
‘prior application.

2 D A preliminary amendment is enclosed.

3. [ This apgloahon is being filed by less than all the inventors named in the application. The Commissioner is requested
under 37 CFR 1.62(a) to delete the names of the following person or persons from the prior application who are not

inventors of the invention being claimed in this application:

{1} FOR {2) NUMBER FILED | (3] NUMBER EXTRA | (4} RATE {5) CALCULATIONS

TOTAL CLAIMS
{37 CFR 1.16(e)) -20= x$ =f$

CLAIMS

NDEPENDENT
CLAIMS (37 cFR 1.15(05% -3 = x$

MULTIPLE DEPENDENT CLAIMS (if applicable}ar cFr 1.48(4)) +$___

BASIC FEE
{57 GFR 1.16{s))

e ; i 2 Totzl of above Calculations =
Reduction by 50% for filing by small entity (Nota 37 CFR 1.9, 1.27, 1.28).
TOTAL =

[Page 1 of 2]

Burden Hour Stalement: This form is estimated 1o fake 0.5 hours (o nornple(u Time will va 7 dependlrl upon the needs of the individual case.
ny commenis on the amount of time you are ru uired 1o cnl‘l‘lElale this form should be sent fo the Chief Informalion Offiicer, Patent and
Tradernarlt Offico. Washinglon, DC 23 ?GOT SEND F ES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant
for ts, Box FWC, Washhgton. DC 20231
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PTO/SB/ 14 gm
. Approved for use through 6/30/99. OMB 065
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Papervork Reduction Act of 1865, no parsons s mmwu-mdmmtmysammam TRt

(REQUEST FORM FOR FILING A PATENT APPLICATION UNDER 37 CFR 1.62, Page 2
4[] A verified statement to establish small entity status under 37 CFR 1.9 and 127 ‘

" is enclosed. _
] was filed in the prior application and such status is still proper and desired (37 CFR 1.28(a)).

5.[] The Commissioner is hereby authorized to charge fees under 37 CFR 1 .16 and 1.17 which. may be

required, or credit any overpayment to Deposit Account No. . {Aduplicate
copy of this form is anclosed.) : . ) )
6.1 A check in the amount of $ : is enclosed. .

7.[] A new oath or declaration in compliance with 37 CFR 1.63 Is included since this apbticatfon isa
continuation-in-part which discloses and claims additional matter. .

8.[J Amend the specification by inserting befare the first line the sentence:

This a'pplica.tion is a ] continuation-in-part, [] continuation, [ division, of application

_ number / , filed ", now abandoned.
9. [ Priority of foreign appiication number , filed on in
{country} . ; is claimed under 35 U.S.C. 119(a) - (d)."

10. [] The prior application is assigned of record to

11. [] The power of atlorney in the prior application is to: (name & address)

12. [] Also enclosed:
Address all future correspondence to; (May only be completed by applicant; or attomey or agent of recoid)

[:] Customer Number [ j _‘> Place Customer Number Bar
OR Type Customer Number here Code Label here

Firm or
I:I Individual Name

A_ddress

Address

City . ) , State zip
. Country

Telephone : - Fay

itis understood that secrecy under 35 U.S.C. 122 is hereby waived fo the extent that if information or
access is available to any one of the applications in the file wrapper of a 37 CFR 1.62 application, be it
either this application or a prior application in the same fite wrapper, the Patent and Trademark Office
may provide similar information or access to all the other applications in the same file wrapper.

Date ' : Signature

[ inventor(s) . Typed or printed name

[[] Assignee of complete interest. -Certification under 37 CFR 3.73(b) is-enclosed.

1 Attorney or agent of record ‘

] Fited under 37 CFR 1.34(a) .
Registration number If acting under 37 CFR 1.34(a).

[Page 2 of 2]
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201.06(c)

201.06(c) 37 CFR 1.53(b) and 37 CFR
1.63(d) Divisional-Continuation
Procedure

37 CFR 1.53. Appltcat:on -number, -ﬁlmg date and
compietion of application.

Ak

()] App[:carwn filing requirements - Nonprovisionial appl:—

cation. The filing date of an application for patent filed under this-

section, except for a provisional application under paragraph {(c)

of this section or a continued prosecution application under para-

graph (d) of this section, is the date on which a specification 4s

prescribed by 35 U.S.C. 112 containing a description pursuant t6'§
1.71 and at least one claim pursuant to § 1.75; and any drawing -
required by § 1.81(a) are filed in the Patent.and Trademark Office. .

No new matter may be introduced into an application after its fil-
ing date. A continuing application, which may be a continuation,

divisional, or continuation-in-part application, may. be filed under

the conditions spemﬁed in 35 US.C. 120, 121 or 365(c) and
§ 1.78(a).

(1) A continuation er divisional apphcatlou that names as
inventors the same or fewer than all of the inventors named in the
prior application may be filed under this paragraph ot paragraph
(d) of this section.

(2) A continuation-in-part apphcauon (wh1ch may dis-
close and claim subject matter not disclosed in the prior applica-

tion) or a continuation or. divisional application. naming .an .- .

inventor not named in the prior apphcatlon must be filed under
this paragraph.

ELEL L

37 CFR 1.63. Oath or Declaration.

EL L 2]

(d)(1)A newly executed oath or declaration is not required
under § 1.51(b)(2) and § 1.53(f) 1n a continuation or divisional
application, provided that:

(i) The prior nonprovisional apphcauon contained an
oath or declaratiorn as prescribed by paragraphs (a) through (c) of
this section;

(11) The continuation - -or divisional application was ﬁled"
by all or by fewer than all of the mventors named in the pnor :

application;

(iii) The Spemﬁcatlon and drawmgs ﬁled in the contmua— '
tion or divisional application contain no matter that would have .

been new matter in the prior application; and

(iv) A copy of the executed oath or declaration filed in the
prior application, showing the signature or an indication’ thereon
that it was signed, is submitted for the continuation or divisional
application.

(2) The copy of the execuied oath or declaration submit-

ted under this paragraph for a continuation or divisional applica- -
tion must be accompanied by a statement requesting the deletion .

of the name or names of the person or persons who are not inven-
tors in the continuation or divisional application.
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(3) Where the executed oath or declaration of which a
copy is submitted for a continvation or divisional application was
originally filed in a prior application accorded status under § 1.47,
the copy of the executed oath or declaration for such prior apphca—
tion must-be accompanied by:

: (i) “A copy of the decision grantmg a- peutlon to
accord § 1,47 status to the ptior apphcatlon unless all inventors or
legal representatives have filed an oath or declaratlon to join in an
application accorded status under § 1.47 of which. the continuation

_or divisional -application claims a benefit under 35- u. S.C. 120,
121,70 365(c) and

(i} If one or more mventor(s) or legal representa-
tive(s} who refused to join in the prior-application or could not be

; found or reached has subsequently joined in the prior application

or -another apphcauon of ‘which the continuation or divisional

.- application claims-a benefit under 35 U.S.C. 120, 121_, or 365(c), a
copy of the subsequently, executed oath(s) or declaration{s) filed
by the inventor or legal représentative to join in the application.

(4) Where the power of attorney (or authorization of
agent). or correspondence address was changed ‘during the prose-
cution of the prior application, the change in power of attorney {or
authorization of agent) or correspondence address must be identi-
fied in the continuation or divisional application. Otherwise, the
Office may not recognize in the continuation or divisional appli-

- .cation-the change of power of attorney (or authorization of agent)

or correspondence address durmg the prosecutlon of the prior
application.

(5) A newly executed oath or. declarauon must be filed in
a continvation or divisional apphcatlon narmng an inventor not
named in the pricr application.

FaRRk

IN GENERAL

37 CFR 1.53(b) is the section under which all appli-
cations are filed EXCEPT: (A) an application result-

- ing-from entry of an international application into the

national stage under 35 U.S.C. 371 and 37 CFR 1.494
or 37 CFR1.495; (B) a provisional application under
35 U.S.C. 111(b) and 37 CFR 1.53(c); or (C) a con-
tinued prosecution application (CPA) under 37 CFR
1.53(d).- Applications submitted under 37 CFR
1.53(b), as well as CPAs submitted under 37 CFR

- 1.53(d), are applications filed urder 35 U.S.C. 111(a).

An application filed under 37 CFR 1.53(b) may be an
original, a continuation, a divisional, a continuation-
in-part, or a substitute. (See MPEP § 201.09 for sub-
stitute application.) The application may be for a
“utility’ patent-under 35 U.S.C. 101, a design patent
under 35 U.S.C. 171, a plant patent under 35 U.S.C.
161, or a reissue under 35 US.C. 251.

37 CFR 1.53(b) is the “default” application. An

‘application that is not (A) the result of the entry of an

international application into the national stage after
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compliance with 35 U.S.C. 371 and 37 CFR 1.494 or
37 CFR 1.495, (B) a provisional application under
37CFR 1. 53(c), or (C) a CPA under 37 CFR 1.53(d);
is an application filed under 37 CFR 1.53(b). An
application will be treated as one filed under 37 CFR
1. 53(b) unless otherwise demgnated

In order to be complete for ﬁhng date purposes, a11
applications filed under 37 CFR 1.53(b) must include

a specification as prescribed by 35 U.S.C. 112 con-~

taining a description pursuant to 37 CFR 1.71 and-at
least one claim pursuant to 37 CFR- 1.75, and any
drawing required by 37 CFR 1.81(a). The statutory
filing fee and an oath or declaration in compliance
with 37 CFR 1.63 (and 37CFR 1.175(ifa relssue) or
37 CFR 1.162 (if for a plant patent)) are also required
by 37 CFR 1.51(b) for a complete application, but the

filing fee and oath or declaration may be filed after

the apphcatlon filing date upon payment of the sur-
charge set forth in 37 CFR 1.16(c). See 37 CFR
1.53(1).

- Any application f11ed on or after December 1, 1997
which is identified by the applicant as an application
filed under 37 CFR 1.60 will be processed as an appli-
cation under 37 CFR 1.53(b) (using the copy of the
specification, drawings and signed oath/declaration
filed in the prior application supplied by the appli-
cant). ‘Any submission of an application including or

relying on a copy of an oath or declaration that would
have been proper under 37 CFR 1.60 W111 be a proper

filing under 37 CFR 1.53(b).

A new application containing a copy of an oath or
declaration under 37 CFR 1.63 referring to an
attached specification is indistinguishable from a con-
tinuation or divisional application containing a copy
of an oath or declaration from a prior application sub-~
mitted pursuant to 37 CFR 1.63(d). Unless an applica-
tion is submitted W1l:h a statement that the application
is a continuation or divisional apphcatlon see 37 CFR
1.78(a)(2), the Office will process the application as a
new non-continuing application.  Applicants are
advised to clearly designate any continuation, divi-
sional, or continuation-in-part application as such to
avoid. the issuance of a filing receipt that does not
indicate that the application is. a continuation, d1V1—
sional, or continuatien-in-part. -
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OATH/DECLARATION

37 CFR 1.63(d) provides that a newly executed
oath or declaration is not required in a continuation or
d1v1510na1 apphcauon filed by all or by fewer than all
of the inventors named in a prior nonprowsmnal
apphcauon containing a signed oath or declaration as
required by. 37 CFR 1.63, provided that a copy of the
signed oath or declaration filed in the prior applica-
tion is submitted for the continuation. or divisional
apphcauon and the 5p601ﬁcat10n and drawings filed in
the continuation or divisional apphcatlon do not con-
tain any subject matter that would have been new
matter in the prior apphcatlon The copy of the oath or
declaration must show the signature of the 1nventor(s}
or contain an mdlcatlon thereon that the oath or decla-
ration was signed (e.g.. the notatlon “fsf” on the hne
pr0v1ded for the s1gnature)

Tt is not necessary to have the inventor sign a new
oath or declaration merely to include a reference to
the duty of disclosure if the parent application was
filed prior to January 1, 1978, to indicate that the
inventor has reviewed and understands the contents of
the apphcal;lo_n if the parent application was filed prior
to October 1, 1983, or to indicate the inventor’s post
office address if the parent application was filed prior
to December 1, 1997, and the inventor’s mailing or
post office address.is identified elsewhere in the appli-
cation.

When a copy of an oath or declaration from a prior
application is filed in a continuation or divisional
application under 37 CFR 1.53(b), special care should
be taken by the applicant to ensure that the copy is
matched with the correct application file. -Applicant
should file the copy of the oath or declaration with a
cover letter explaining that the copy of the oath or
declaration is for the attached application or for a pre-
viously-filed 37 CFR 1.53(b) application (identified
by application number which consists of a two-digit
series code; e.g ., 08/, and a six-digit serial number,
€.£.,'123,456). An adhesive label may be attached to
the front:of the copy of the oath or declaration. The
label should clearly state that the copy of the oath or
declaration is intended for the attached -application
submitted therewith or for Application No. XX/
YYY,YYY. During initial processing, attachments
(e.g., a cover letter) to application papers may be sep-
arated. Therefore, applicant should not rely solely
upon a cover letter. Note: 37 CFR. 1.5(a) states that no
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correspondence relating to an application should be
filed prior to receipt of the application numbet infor-
mation from the Patent and Trademark Office.

37 CFR 1.63(d) requires a copy of the signed oath
or declaration from the prior application. In instances
in which the oath or ‘declaration filed in the prior
application is itself a copy of an oath or declaration
from a prior apphcataon either a copy of the copy of
the oath or declaration in the prior application or a
direct copy of the original oath or declaration is
acceptable as both aré a copy of the oath’or declara-
tion in the prior apphcauon see 37 CFR 1. 4(d)(1)(n)

The patent statute and rules of practice do not

require that an oath or declaration include a date of
execution, and no objection should be made to an oath
or declaration because it lacks either a recent date of
execution or any date of execution. The applidant’s
duty of candor and good faith including compliance
with the duty of disclosure requirements of 37 CFR
1.56is contmuous and apphes to the continuing apph-
cation. .

. A newly execu_té,d oath or decla.rati_on__is required i_n
a continuation or divisional application filed under

~ 37 CFR 1.53(b) naming an inventor not named in the

prior application, and i 111 a continuation- m—part appli-
cation.

SPECIFICATION AND DRAWINGS -

A continuation or divisional application may be
filed under 35 U.S.C. 111(a) using the procedures set
forth in 37 CFR 1.53(b), by providing: (A)a copy of
the prior application, including. a copy of the signed
oath or declaration in such prior application; as filed;
{B) a new specification and drawings and a copy of
the signed oath or declaration as filed in the prior
application provided the new specification and draw-
ings do not contain any subject matter that. would
have been new matter in the prior application; or{C) a

_ new specification and drawings and a newly executed

oath or declaration provided the new specification and
drawings do not contain any subject matter that would
have been new matter in the prior application. If a
continuation .or divisional -application filed with a
newly executed oath or declaration contains. subject
maiter. that would have been new- matter in the prior
application, the application will have to be amended
to indicate that it.is a continuation-in-part application
rather than a continuation or a divisional application.

MANUAL OF PATENT EXAMINING PROCEDURE - .

The specification and drawings of -a continuation: or
divisional application filed under 37 CFR 1.53(b) are
not limited to-a reproduction or “true copy” of the
prior application, i.e:, the applicant may revise the
specification for clarity or contextual purposes vis-d-
vis the spec1ficat10n originally filed in the prior appli-
cation in the manner that an applicant may file a sub-
stitute specification, see 37 CFR 1.125, or amend the
drawings of an application so long as it does not result
in the introduction of new matter. It is the applicant’s
responsibility “to review any new specification or
drawings submitted for a continuation or divisional
application under 37 CFR 1.53(b) and 37 .CFR 1.63(d)
to determine that it contains no new matter. An appli-
cant is advised to simply file a continuing application
with a newly executed oath or declaration when it is
questlonable as to whether the contlnumg application
adds materia] that would have been new matter if pre-
sented in the prior apphcatlon If one or more claims
are allowed in the continuation or divisional applica”
tion which are directed to matter shown and described
in the prior nonprovisional application but not
claimed in the prior.application, the applicant should
be required to file a supplemental oath or declaration
under 37 CFR 1.67(b).

. Where a copy of the oath or decla:ratlon from a
prior application was. filed in a continuation .or -divi-
sional application, if the examiner determines that
new matter is present relative to the prior application,
the examiner should so notify the applicant in the next
Office action (preferably the first Office action). The
examiner should require: (A) a new oath or declara-
tion along with the surcharge set forth in 37 CFR
1:16(e); and (B) that the apphcatlon be rede31gnated
as a continuation-in-part.

INCORPORATION BY REFERENCE

Ina continuation or d.lv1s10na1 apphcatlon the safe-
guard (petition and fee under former 37 CFR 1.60(bY)
concerning the filing of an application lacking all of
the pages of the specification or sheets of drawings of
the prior application has not been retained in 37 CFR
1.53(b) since the specification and drawings of"a con-
tinuation or divisional application are not limited to
a reproduction or a “true copy” of the prior applica-
tion. As a safeguard, however,an applicant may incor-

porate by reference the prior application by including,
in the continuation or divisional application-as-filed, a
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statement that such specifically enumerated prior
application or applications are “hereby incorporated
herein by reference.” The statement may appear in
the specification or in the application transmittal Jet-
ter. The incorporation by reference statement can
only be relied upon to permit the entering of a portion
of the prior application into the continuation or divi-
sional application when the portion of the prior appli-
cation has been inadvertently omitted from - the
submitted application papers in the continuation or
divisional application. The inclusion of this incorpo-
ration by reference of the prior application(s) will per-
mit an applicant to amend the continuation -or
divisional application to include any subject matter in
such prior application(s), without the need for a peti-
tion provided the contimuation or divisional applica-
tion is entitied to a filing date notw1thstand1ng the
incorporation by reference.

A priority claim under 35 U.S.C. 120 in a continu-
ation or divisional application doés not amount to an
incorporation by reference of the apphcatmn(s) to
which priority is claimed.

For the incorporation by reference to be effectlve
as a proper safeguard against the omission of a por-
tion of a prior application, the incorporation by refer-
ence statement must be included in the specification-
as-filed, or transmittal letter-as-filed, or in an amend-
ment specifically referred to in an oath or declaration
executing the application.

Mere reference to another application, patent, or
publication is not an incorporation of anything therein
into the application containing such reference for the
purpose of the disclosure required by 35 U.S.C. 112,
first paragraph. In re de Seversky, 474 E2d 671, 177
USPQ 144 (CCPA 1973). See MPEP § 608.01(p).

A.  Application NOT Entitled to a lemg Date

Material needed to accord an apphcauon a flhng
date may not be incorporated by reference. Therefore,
if a continuation or divisional application as originally
filed incorporates by reference material omitted from
the application papers, which is needed to accord the
application a filing date, the application will not be
entitled to a filing date. A petition under 37 CFR
1.182 and the required petition fee, including an
amendment submitting the necessary omitted mate-
rial, requesting that the necessary omitted material
contained in the prior application and submitted in the
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amendment, be included in the continuation or divi-
sional application based upon the incorporation by
reference staternent, is required in order to accord the
application a filing date as of the date of deposit of the
continuation or divisional application. An amendment
submitting the omitted material and relying upon the
incorporation by reference will not be entered in the
continuation or divisional application unless a deci-
sion granting the petition states that the application is
accorded a filing date and that the amendment will be
entered. '

B.  Application Entitled to a Filing Date

If a continuation or divisional application as origi-
nally filed is entitled to a filing date despite the omis-
sion of a portion of the prior application(s), applicant
will be permitted to add the omitted material by way
of an amendment provided a statement was included
in the application as originally filed that incorporates
by reference the prior application(s). If the application
as originally filed includes a proper incorporation by
reference of the prior application(s), an-omitted speci-
fication page(s) and/or drawing figure(s) identified in
a “Notice of Omitted Item(s)” may be added by
amendment provided the omitted item(s) contains
only subject matter in common with such prior appli-
cation(s). In such case, applicant need not respond to
the “Notice of Omitted Item(s).” Applicant should
submit the amendment adding the omitted material
prior to the first Office action to avoid delays in the
prosecution of the application. See MPEP § 601.01(d)
and § 601.01(g). ' '

INVENTORSHIP

To continue the practice in former 37 CFR
1.60(b)(4) of permitting the filing of a continuation or

. divisional application by all or by fewer than all of the

inventors named in a prior application without a
newly executed oath or declaration, 37 CFR
1.63(d)(2) provides that the copy of the oath or decla-
ration submitted for a continuation or divisional appli-
cation under 1.53(b) and 37 CFR 1.63(d) must be
accompanied by a statement from applicant, appli-
cant's representative or other authorized party request-
ing the deletion of the names of the person or persons
who are not inventors in the continuation or divisional
application. Where the continuation or divisional
application and a copy of the oath or declaration from
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the ‘prior application are filed without a statement
from an authorized party requesting deletion of the
names of any person or persons named in the prior
application, the continuation or divisional application
will be treated as naming as inventors the person or
persons named in the copy of the executed oath or
declaration from the prior application. Accordingly, if
a petition or request under 37 CFR 1.48(a) or {c) was
granted in the prior application, the oath or declara-
. tion filed in a continuation or divisional application
pursuant to 37 CFR 1.53(b) and 37 CFR 1.63(d)
should be a copy of the oath or declaration executed
by the added invéntor(s) filed in the prior application.
The statement requesting the deletion of the names of
the person or persons who are not inventors.in the
continuation or divisional apphcatmn must be signed
by person(s) authorized pursuant to 37 CFR 1.33(b) to
sign an amendment in the continuation or divisional
appl1cat10n

A newly s1gned oath or declarat10n in compliance
with 37 CFR 1.63 is required where an inventor who
was not named as an inventor in the signed oath or
declaration filed in the prior. application is to be
named in a continuation or divisional application:filed
under 37 CFR 1.53(b). The newly signed oath or dec-
laration must be signed by all the inventors. -

RULE 47 ISSUES

37 CFR 163(d)(3) provides for the situation in
which the executed oath or declaration, of’ which a
copy is submitted for a continuation or ' divisional
application, was originally filed in a prior application
accorded status under 37 CFR 1.47. 37 CER
1.63(d)(3)(i) requires a copy of any decision granting
a'petition to accord 37 CFR 1.47 status to such appli-
cation, unless all nonsigning inventor(s) or legal rep-
resentative (pursuant to-37 CFR 1.42 or 1.43) have
filed an oath or declaration to join in an:application of
which the continuation or divisional -application
claims a benefit under 35 U.S.C. 120,121 or 365(c).
‘Where one or more, but not all, nonsigning inventor
or legal representative (pursuant to 37 CFR 1.42 or
1.43) subsequently joins in any: application of which
the continuation.or “divisional -application claims a
benefit under 35 US.C. 120, 121 or 365(c), 37 CFR
1:63(d)(3)({i) also requires a copy of any. oath or dec-
laration filed by the inventor or legal representatlve
who subsequently joined in.such application.
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‘New continuation or divisional applications filed
under 37 CFR 1.53(b) which contain a copy of an oath
or declaration that is not sigried by one of the inven-
tors and a copy of the decision according 37 CFR 1.47
status in the prior application, should be forwarded by
the Office of Initial Patent' Examination (OIPE) to the
Office of Petitions ‘before being. forwarded to the
Technology Center (TC). The Office of Petitions will
mail applicant a letter stating that “Rule 47 status has
been accorded to the continuation or divisional appli-
cation, but will not repeat the notice to the nonsigning
inventor : nior ‘the announcement in- the Official
Gageite. See 37 CFR 1.47(c).

CHANGE - . OF-
DENCE ADDRESS

- ATTORNEY/CORRESPON-

37 CFR 1.63(d)(4) provides that where the power
of attorney (or authorization of agent) Or correspon-
dence address was changed during the prosecution of
the prlOI‘ app11cat1on the change in power of attorney
(or authorization of agent) or correspondence address
must be identified in the continuation or divisional
application. Otherwise, the Office may not recognize
in the continuation or divisional - application the
change ‘of power of attorney (or authorization of
agent) or cotrespondence address which occurred dur-
ing the prosecution of the prior application.

SMALL ENTITY STATUS

Y small entlty status has been established in a par-
ent application and is still proper and desired in a con-
tinuation or divisional application filed under 37 CFR
1.53(b), a new assertion as to the continued entitle-
ment to small entity status under 37 CFR '1.27 is
requ1red

COPIES OF AFFIDAVITS

Afﬁdavns or declaratlons, such as those submitted
under-37 CFR-1.130, 1.131 and 1.132 filed during the

* prosecution of the prior nonprovisional application do

not automatically become a part of a continuation or
divisional -application filed under 37 CFR 1.53(b).
Wheré it is desired:to rely on an earlier filed affidavit
or declaration, the applicant should make such
remarks- of record. in the 37 CFR 1.53(b) application
and include a copy of the original affidavit or declara-
tion filed in the prior nonprovisional application.
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Use form paragraph 2.03 for instructions to appli-
cant concerning affidavits or declarations filed in the
parent application.

¥ 2.03 Affidavits or Declarations in Parent Application

Applicant refers to an affidavit or declaration filed in the parent
application, Affidavits or declarations, such as those submitted
under 37 CFR 1.131 and 37 CFR 1,132, filed during the prosecu-
tion of the parent application do not automatically become a part
of this application. Where it is desired to rely on an earlier filed
affidavit or declaration, the applicant should make the remarks of
record in the later application and include 2 copy of the original
affidavit or declaration filed in the parent application. -

Examiner Note: _ _
This form paragraph is to be used in applications filed under 37
CFR 1.53(b) and former 37 CFR 1.60. Do not use this form para-
graph in applications filed under 37 CFR 1.53(d) and former 37
CFR 1.62 applications, since affidavits and/or declarations, such
as those submitted under 37 CFR 1.131 and 37 CFR 1.132 filed
during the prosecution of the parent nonprovisional application
automatically become a part of the 37 CFR 1.53(d) and former 37
CFR 1.62 applications. ' :

EXTENSIONS OF TIME

If an extension of time is necessary to establish
continuity between the prior application and the .con-
tinuing application filed under 37 CFR 1.53(b), the
petition for an extension of time must be filed as a
separate paper directed to the prior nonprovisional
application. Under 37 CFR 1.136(a)(3), an authoriza-
tion to charge all required fees, fees under 37 CFR
1.17, or all required extension of time fees will be
treated as a constructive petition for an extension of
time in any concurrent or future reply requiring a peti-
tion for an extension of time for its timely submission.
A continuing application filed under 37 CFR 1.53(b)
is a new application which is assigned a new applica-
tion number and filing date and is placed in.a new file
wrapper maintained separately from the file of the
prior application. The filing of a continuing applica-
tion 1s not a paper directed or placed in the file of the
prior application and is not a “reply” to the last Office
action in the prior apphcatlon Thus, a petition for an
extension of time and the fee set forth in 37 CFR 1. 17
are required to be filed as a separate paper in the prior
application. Any petition for an extension of time
directed to the prior application must be accompanied
by its own certificate of mailing under 37 CFR 1.8 (if
mailed by first class mail) or under 37 CFR 1.10 (if
mailed by Express Ma11) if the benefits of those rules
are desired. ‘ -
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ABANDONMENT ~ OF:. THE
NONPROVISIONAL APPLICATION

" ‘Under 37 CFR 1.53(b} and 37 CFR 1.63(d) prac-
tice, the prior nonprovisional application is not auto-
matically abandoned upon filing of the continuing
application, If the prior nonprovisional application is
to be expressly abandoned, such a paper must be
signed in accordance with 37 CFR 1.138. A registered
attorney or agent not of record acting in a representa-
tive capacity under 37 CFR 1.34(a) may also
expressly abandon a prior nonprovisional application
as of the filing date granted to a continuing applica-
tion when filing such a continuing application.

If the prior nonprovisional application which is to -
be expressly abandoned has a notice of allowance
issued therein, the prior nonprovisional application
can- become abandoned by the nonpayment of the
issue fee. However, once an issue fee has been paid in
the prior application, even if the payment occurs fol-
lowing the filing of a continuing application under
37 CFR 1.53(b) and 37 CFR 1.63(d), a petition to
withdraw the prior nonprovisional application from
issue must be filed before. the prior nonprovisional
application can be abandoned (37 CFR 1.313).

If the prior nonprovisional application which is to
be expressly abandoned is before the Board of Patent
Appeals and Interferences, a separate notice should be
forwarded by the appellant to the Board g1v1ng them
notice thereof.

After a decision by the Court of Appeals for the
Federal Circuit (CAFC) in which the rejection of all
claims is affirmed, proceedings are terminated on the
date of receipt of the Court’s certified copy of the
decision by the U. S. Patent and Trademark Ofﬁce
Contmenml Can Company, Inc. v. Schuyler 326 F
Supp. 283, 168 USPQ 625 (D.D.C. 1970). See MPEP
§ 1216.01.

PRIOR

EXAMINATION

The practice relating to-making first action rejec-
tions final also applies to.continuation and divisional
applications filed under 37 CFR 1.53(b) and 37 CFR
1.63(d). See MPEP § 706.07(h).

Any preliminary amendment filed with a 37 CFR
1.53(b) application which is to be entered after grant-
ing of the filing date should be entered by thé techni-
cal support personnel of the TC where the application
is finally assigned to be examined. Any errors-in the
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numbering of claims in preliminary amendment(s)
can be corrected in the TCs, Accordingly, these appli-
cations should be classified and assigned to the proper
TC by taking into consideration the claims that will be
before the examiner upon entry of such a preliminary
amendment.

Where a copy of the oath or declaration from a
prior application was filed in a conﬁnua_tion or divi-
sional application, if the examiner determines that
new matter is present relative to the prior application,
the examiner should so notify the applicant in the next
Office action (p_referably the first Office action). The
examiner should require: (A) a new oath or declara-
tion along with the surcharge set forth in 37 CFR
1.16(e); and (B) that the application be redesignated
as a continvation-in-part. See- MPEP § 608.04(b)
when new matter is contained in a prehmmary
amendment. '

_ If the examiner ﬂnds that pages of the specification
or drawings figures described-in the specification are
missing and the application is a continuation or divi-
sional application filed under 37 CFR 1.53(b) using a
copy of the oath or declaration filed in the prior appli-
cation under 37 CFR 1.63(d), the examiner must
check (o determine whether the continuation dr_divi-
sional application, as originally filed, includes a state-
ment incorporating by reference the prior
application(s). The statement may appear in the spec-
ification or in the application transmittal letter. The
inclusion of this incorporation by reference of the
prior application(s) will permit applicant to amend the
continuation or divisional application to include sub-
ject matter in the prior application(s) without the need
for a petition. See also the subsection above regard-
ing “Incorporation by Reference.” If the continuation
or divisional application filed under 37 CFR. 1.53(b)
and 37 CFR 1.63(d) does not include the incorpora-
tion by reference statement in the application papers
as originally filed and applicant has not been
informed of the omitted items, the application should
be returned to OIPE for mailing of a “Notice of Omit-
ted Item(s).”
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201.06(d) 37 CFR 1.53(d) Continued
Prosecution Appllcatlon
(CPA) Practice

37 CFR 1.53, Application number, filing ddte, and
completion of application.

Hesesk ik

(d) Application filing requirements - Continued prosecution
(nonprovisional} application.

(1). A continnation or divisional apphcanon (but not a
continwation-in-part) of a prior nonprovisional application may be
filed as a continued prosecution application under this paragraph
provided that:

(i) The prior nonprovisional application is either:

(A A utility or plant application that was filed
under 35 U.S.C. 111{a) before May 29, 2000, and is complete as
defined by § 1.51(b); or
o (B) A design application that is complete as defined
by § 1.51(b); or

(C) The national stage of an intermational applica-
tion that was filed under 35 U.S.C. 363 before May 29, 2000, and
is in compliance with 35 U.8.C. 371; and

(ii) The application under this paragraph is filed
before the earliest of:

{(A) Payment of the issue fee on the prior applica-
tion, unless a petition under § 1.313(c) is granted in thé prior
application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior appli-
cation. :

{2) The filing date of a continued prosecution application
is the date on which a request on a scparate'paper for an applica-
tion vinder this paragraph is filed. An application filed under this
paragraph:

(i) Must identify the prior application;

{ii) Discloses and claims only subject matter disclosed
in the prior application;

(i) Names as inventors the same inventors named in
the prior application od the date the apphcatlon under this para-
graph was filed, except as pr0v1ded in paragraph (d)(4) of this sec-
tion;

(iv) Includes the request for an application under this
paragraph, will utilize the file jacket and contents of the prior
application, including the specification, drawings and oath or dec-
laration from the prior application, to constitute the new apphca—
tion, and will be assigned the application number of the prior
application for identification purposes; and

(v) Is arequest to expressly abandon the prior applica-
tion as of the filing date of the request for an application under this
paragraph.

(3) The filing fee for a continued prosecunon application
filed under this paragraph is:

(i) The basic filing fee as set forth in § 1.16; and

‘(i) Any additional §1.16 fee due based on the
number of claims remaining in the application after entry of any
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amendment accompanying the request for an application under
this paragraph and entry of any amendments under § 1.116 unen-
tered in the prior apphcatlon which applicant has requested to be
entered in the continued prosecution application,

(4) An application filed under this paragraph may be filed
by fewer than all the inventors named in the prior application, pro-
vided that the request for an application under this paragraph
when filed s accompanied by a statement requesting deletion of
the name or names of the person or persons who are not inventors
of the invention being claimed in the new application. No person
may be named as an inventor in an apphcatlon filed under this
paragraph who was not named as an inventor in the prior applica-
tion on the date the application under this paragraph was filed,
excepl by way of correction of inventorship under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the filing
of an application under this paragraph. No amendment in an appli-
cation under this paragraph (a continued prosecution application}
may introduce new matter or matter that would have been new
matter in the prier application. Any new spemﬁcatmn filed with
the request for an application under this paragraph will not be con-
sidered part of the original application papers, but will be treated
as a substitute specification.in accordance with § 1.125.

(6) The filing of a continued prosecution application
under this paragraph will be construed to include a waiver of con-
fidentiality by the applicant under 35 U.S.C. 122 to the extent that
any member of the public, who is gntitled under the provisions of
§ 1.14 to access to, copies of, or information concerning either the
pricr application or any continuing application filed under the pro-
visions of this paragraph, may be given similar access to, copies
of, or similar information concemning the other _app]ication or
apphcatlons in the file jacket.

(7) A request for an apphcatlon under this paragraph is
the specific reference required by 35 U.S.C. 120 to every applica-
tion assigned the application number identified in such request.
No amendment in an applicdtion under this paragraph may- delete
this specific reference to any prior application. .

(8) In addition to identifying the application number of
the prior application, applicant should furnish in the request for an
application under this paragraph the following information relat-
ing to the prior application to the best of his or her ability:

(i) Title of invention;
(ii) Name of applicant(s); and
(iti) Correspondence address.

(9) Envelopes containing only requests and fees for filing
an application under this paragraph should be marked “Box CPA.”
Requests for an application under this-paragraph filed by facsimile
transmission should be clearly marked “Box CPA.”.

(10)See § 1.103(b) for requesting a limited suspension of
action in an application filed under this paragraph,

e ek

IN GENERAL

In addition to the provisions of 37 CFR L. 53(b) a
continuation or divisional (but not a continuation-in-
part) application may be filed under 37.CFR 1.53(d) if
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the prior application is: {A) a-utility or plant applica-
tion that'was filed under 35 U.S.C. 111(a) before May
29, 2000, and is complete as defined by 37 CFR
1.51(b); (B) a design application that is complete as
defined by 37 CFR 1.51(b); or (C) the national stage
of an international application that was filed under
35 U.8.C. 363 before May 29, 2000, and is in compli-
ance with 35 U.S.C. 371. Applicant may wish to con-
sider filing 'a request for continued -examination
(RCE) under 37 CFR 1.114 for utility or plant applica-
tions filed on or after May 29, 2000. See MPEP
§ 706 07(h) A contlnuation or d1v131onal application
filed. under 37 CFR 153(d) is called a “Continued
Pr_osecui_;on Application” or “CPA.” A CPA has a
number of advantages compared to a continuation or
divisional application. filed under 37 CFR 1.53(b).
For example, the papers required to be filed in the
U.S. Patent and Trademark Office in order to secure a
filing date. under 37 CFR.1.53(d) are minimal com-
pared to 37 CFR 1.53(b). In addition, the Office will
not normally issue a new filing receipt for a CPA. See
37 CFR. 1.54(b). . The Office will, however, issue fil-
ing receipts for CPAs filed on or after November 29,
2000, to. provide information regarding eighteen-
month publication (e.g., projected publication date of
the application) to applicants. The Office will per-
form the pre-examination processing of any CPA in
the Technology -Center (TC) to which the prior apph-
cation was assigned. A CPA may also be filed by fac-
simile transmission or by hand-delivery directly to the
TC to which. the prior application was assigned. . The
use of these techniques for filing a CPA will avoid the
delay inherent.in routing a new. application .from the
Office of Initial Patent Examination (OIPE) to the
appropriate TC. As'a result, the time delay between
the filing date- and the first Office action should be
less for a CPA than for an application filed under 37
CFR 1.53(b). ‘For examination priority purposes only,
the USPTO will treat continuation CPAs as-if -they
were “amended” applications (as of the CPA filing
date) and not as “new” applications. This treatment is
limited to CPAs in which the prior application has an
Office action issued by the examiner. If no Office
action has been issued in: the prior application, the
CPA will be treated, for examination purposes, like a
“new” application unless a petition-to make special
under 37 CFR 1.102 is filed in the CPA. As
“amended” applications generally have a shorter time
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frame for being acted on by e¢xaminers than “new”
applications, the.treatment of a CPA as an “amended”
application will result in a first Office action being
mailed in the CPA much sooner than if it had been
filed as a continuation application ‘under 37 CFR
1.53(b) (or under former 37 CFR 1.60 or- 1.62).
Therefore, applicants are strongly encouraged to file
any preliminary amendment in a CPA at the time the
CPA is filed. See 37 _CFR 1_._1,15 and -MPEP §
714.03(a).

A request for'a CPA expressly abandons the prior
application as of the filing date of the request for the
CPA. See 37 CFR 1.53(d)(2)(v). Therefote, where
the prior application is not to be abandoned, any con-
tinuation or divisional application must be filed under
37 CFR 1.53(b). If applicant wants the USPTO to dis-
regard a previously filed request for a CPA (and not
recognize its inherent request to expressly abandon
the prior application) and to treat the paper as ‘the fil-
ing of an application under 37 CFR 1. 33(b), ‘the appli-
cant must file a petition under 37 CFR 1.182. A
request to expressly abandon an application is not
effective until ‘the abandofniment is acknowledged,
including the express abandonment of the prior appli-
cation of a'CPA that occurs by operation of 37 CFR
1.53(d)(2)(v). The express abandonment of the prior
applicationis  acknowledged and becomes effective
upon processitig and entry of the CPA into the file' of
the prior application. Thus, such a petition under
37 CFR '1.182 should be filed expeditiously since the
petition will not be granted once the request for a CPA
has been eritered into the prior application (and the
inherent request to.expressly abandon the prior appli-
cation has been acknowledged). If the: request for a
CPA has been.entered into the prior application by the
time the petition-under 37 CFR 1.182 and the applica-
tion file are before the deciding official for a decision
on the petition, the petition will be denied. It is noted,
however, that if the applicant intended to file a second
application (either a continuation or -a- divisional)
without abandoning the prior application, applicant
can still achieve that result without loss of the benefit
of the original filing date by: (A) continuing the pros-
ecution of the original -application via:the CPA; and
(B) filing a new continuation/divisional under 37 CFR
1.53¢(b) claiming benefit of the -CPA andits parent
applications under 35 U.S.C. 120 durmg the pendency
of the CPA. -
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:The CPA procedure set forth in- 37 CFR 1.53(d) is
available for “utility,” plant, -and reissue applications
filed before May 29, 2000, and for any design appli-
cations when ﬁhng elther .a coniinuation or divisional
apphcatlon of the same type (“utility,” design, plant,
reissue) as the prior nonprovisional application.. Since
1o new matter may be introduced in'a'CPA, the proce-
duré set forth in” 37 CFR 1.53(d)is ‘not available for
ﬁhng a cont1nuat10n - pait apphcauou All continua-
tion-in-part apphcatrons must be filed under 37 CFR
1.53(b) and a newly executed oath or declaratlon s
required. :

_ Under the CPA procedure, the continuation or divi-
sional application will utilize the file wrapper and
contents -of *the ‘prior nonprovisional - application,
mcludmg the specnfrcauon drawings and oath or dec-
laration from the prior nonprov1s1onal application,
and will be a551gned the same application number as
the prior nonprovisional application. . Any changes to
the continuation or - divisional “application  desired
when filing the CPA must be made in the form of an
amendment to the prior application as it existed prior
to filing the CPA, see 37 CFR 1.53(d)(5). Any new
specification filed with the CPA request will not be
considered part of the original application papers, but
will be treated as a substitute specification in accor-
dance with 37 CFR 1.125. However, the apphcant
must comply with the requirements of 37 CFR
1.125(b) before the substitute specification will be
enteredinto the: CPA. -Since 37 CFR 1.125(b) requires
that a substitute spec1f1cat10n be accompanied by,
inter alia, a statement that the substitute specification
1ncludes N0 new matter, any substitute specification
contammg new matter will be denied entry-by. the
examiner. Any preliminary amendment to the written
description and claims, othier than a substitute specifi-
cation, filed with a CPA request will ordinarily be
entered. Any new matier which is entered, however,
will be required to be canceled pursuant to 35.U.8.C.
132 from the descnptlve portion of the specification.
Further, any ¢laim(s) which relies upon such new mat-
ter for support will be rejected under 35 U.S.C. 112,
first paragraph. See MPEP § 2163.06. In the event
that a substitute specification or preliminary amend-
ment containing new matter was filed with a request
for a CPA, applicant may file a petition under 37 CFR
1.182 requesting that the substitute specification or
preliminary -amendment. be ‘removed - from the CPA
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application file, and be accorded the status as a sepa-

rate application by being placed in a new file wrapper
and. assigned a new application number, with the new
application being accorded a filing date as of the date
the request for a CPA and substitute specification/pre-
liminary amendment were filed. Of course, a request
for a CPA is not improper simply because the request
is accompanied by a substitute specification or pre-
liminary amendment containing new matter.- Thus, an

applicant will not be entitled to a refund of the filing.

fee paid in a proper CPA as a result of the granting of
a petition under 37 CFR 1.182 requesting that the sub-
stitute specification or preliminary amendment be
removed from the CPA application file.

A CPA may be based on a prior CPA so long as the
prior CPA is complete under 37 CFR 1.51(b) and was
filed before May 29, 2000, or is a design application.
There is no other limit to the number of CPAs that
may be filed in a chain of continuing applications.

However, only one CPA may be pending at ene time

based on the same prior nonprovisional application.

Under 37 CFR 1.53(d), the specification, claims,
and drawings, and any amendments entered in the

prior nonprovisional application are used in the CPA. -

A new filing fee is required in accordance with
35 U.S.C. 41 and 37 CFR 1.16. The only other statu-
tory requirement under 35 U.S.C. 111(a) is a signed
oath or declaration. Since a CPA cannot contain new
matter, the oath or declaration filed in the prior non-
provisional application would supply all the informa-
tion required under the statute and rules to have a
complete application and to obtain a filing date.
Accordingly, the previously filed oath or declaration
will be considered to be the cath or declaration of the
CPA. : '

The original disclosure of a CPA is the same as the
original disclosure of the parent non-continued prose-
cution application and amendments entered in the par-
ent application(s). However, any subject matter
added by amendment in the parent application which
is deemed to be new matter in the parent application
will also be considered new matter in the CPA. No
amendment filed in a CPA, even if filed on the filing
date of the CPA, may include new matter.

Envelopes containing only requests and fees for fil-
ing a CPA should be marked “Box CPA” and requests
for a CPA filed by facsimile transmission should be
clearly marked “Box CPA.” See 37 CFR-1.53(d)(9).
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If application papers are in any way designated as a
CPA filing under 37 CFR 1.53(d) (e.g., contain a ref-
erence to 37 CFR 1.53(d), CPA, or continued prose-
cution application), the application papers will be
treated by the Office as a CPA filed under 37 CFR
1.53(d), even if the application papers also contain
other inconsistent designations (e.g., if the papers are
also designated as an application filed under 37 CFR
1.53(b) or include a reference to a “continuation-in-
part CPA”). If, however, the transmittal paper is des-
ignated as a RCE under 37 CFR 1.114 (e.g., contains a
reference to 37 CFR 1.114, RCE, or request for con-
tinued examination), the paper will be treated as a
RCE, even if other papers being filed (e.g., an amend-
ment or information disclosure statement) make refer-
ence to a continued prosecution application or CPA. If
the transmittal paper is ambiguous as to whether it is a
CPA or a RCE, and the application is  eligible for
either a CPA or a RCE, the transmittal paper will be
treated as a request for a CPA under 37 CFR 1.53(d).
See MPEP § 706.07(h), paragraph ITLB.

CONDITIONS FOR FILING A CPA

A continuation or divisional application may be
filed under 37 CFR 1.53(d), if the prior nonprovi-
sional application is: (A) a utility or plant application
that was filed under 35 U.S.C. 111(a) beforc May 29,
2000, and is COmplete as defined by 37 CFR 1.51(b);
(B) a design application that is complete as defined by
37 CFR 1.51(b); or (C) the national stage of an inter-
national application that was filed under 35 U.S.C.
363 before May 29, 2000, and is in compliance with
35 U.S.C. 371. The term “prior nonprovisional appli-
cation” in 37 CFR 1.53(d)(1) means the nonprovi-
sional application Immediately prior to the CPA. A
complete application as defined by 37 CFR 1.51(b)
and a “national stage of an international application...
in compliance with 35 U.S.C. 371" must each contain,
inter alia, the appropriate filing fee and a signed oath
or declaration under 37 CFR 1.63. ‘

In addition, a continuation or divisional application
filed under 37 CFR 1.53(d) must be filed before the
carliest of: (A) payment of the issue fee on the prior
application, unless a petition under 37 CFR 1.313(c)
is ‘granted in the prior application; (B} abandonment
of the prior application; or (C) termination of pro-
ceedings on the prior application. -
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INITIAL:PROCESSING

A CPA request will be initially processed by the
TC assigned the prior application. The TC. will verify
that (A) the prior application is a utility or plant appli-
cation or a national stage of an international applica-

tion filed before May 29, 2000, or is a des1gn_
application, (B) the correct appllcatlon number of the.

prior nonprovisional application is identified in the
request (C) the request is properly signed, (D) the
prior nonprowsmnal application was pending on, and
that the issue fee has not been paid in the prior non-
provisional application on or prior to, the filing date

of the CPA request, (E) the prlor nonprovisional apph-_

cation was complete under 37 CFR 1.51(b) (e.g., the
filing fee has been paid and a signed oath or declara-
tion under 37 CFR 1.63 has been filed in the prior
application), and (F) the proper filing fee has been
paid in the CPA. If a CPA request of a utility or plant
application or a national stage of an mtematlonal

application that was filed on or after May 29, 2000 is

filed, the CPA is improper ‘and will automatically be
ireated as a request for continued examination (RCE)
under 37 CFR 1.114, see MPEP § 706.07(h), ‘para-
graph IV. If one or more other conditions for filing a
CPA have not been satisfied or the proper filing fee
has not been paid, the applicant will be so notified and
no examination will be made in the CPA until the fil-
ing error has been corrected or the’ proper ﬁhng fee
submitted. See 37 CFR 1.53(h). If an examiner d1s—
covers that an 1mproper or mcomplete CPA has bcen
forwarded to the examiner in error, the application
should be immediately returned to a supervisory
apphcat1ons examiner (SAE) within the TC.  The
improper or 1ncomplete CPA is not to be returned o
OIPE

]NCORRECT PARENT APPLICATION NUM—
BER IDENTIFIED

A request for a CPA must ideﬂtify the prior nonpro-
visional application (37 CFR 1.53(d)(2)(i)) by appli-
cation number (series code and serial number) or by
serial number and filing date. Where-a paper-request-
ing a CPA is filed which does not properly identify the
prior nonprovisional application number,- the TC
should attempt to identify the proper application num-
ber by reference to other identifying information pro-
vided in the CPA papers, e.g:,-name.of the inventor,
filing date, title of the invention, and- attorney’s docket
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number of the prior application: If the TC is able to
identify the correct application number of the prior
application, the correct application number should be
entered in red ink on the paper requesting ‘the CPA
and. the entry should be dated and initialed. If the TC
is unable to identify the application number of the
prior application and the party submitting the CPA
papers is a registered practitioner, the practitioner may
be requested by telephone to supply a letter signed by
the practitioner providing the correct apphcatwn nm-
ber. - If all'attempts to obtain the correct application
number are unsuccessful, the paper requesting the
CPA should be returned by the TC to the sender where
a return address is available. The returned CPA
request must be accompanied by a cover letter which
will indicate to the sender that if the returned CPA:
tequest is resubmitted to the U.S. Patent and Trade-
mark Office with the -correct -application number
within two weeks of the mail date on the cover letter,
the original date of receipt of the CPA request will be
considered by the U.S. Patent and Trademark Office
as the date of receipt of the CPA request. See 37 CFR
1.5(a). A copy of the returned CPA request and a
copy . of the date-stamped . cover letter should be
retained by the. TC. Applicants may use either the
Certificate of Mailing or Transmission procedure
under 37 CFR 1.8 or the “Express Mail” procedure
under 37 CFR 1.10 for resubmissions of returned CPA
requests if they desire to have the benefit of the date
of deposit in the United States Postal Service. If the
returned CPA reguest is not resubmitted within the
two-week period with the correct application number,
the TC should cancel the original “Office Date” stamp
on the CPA request and re-stamp the returned CPA
request with the date of receipt of the resubmission or
with the date of deposit as “Express Mail” with the
United States Postal Service, if the CPA request is
resubmltted under 37 CFR 1.10. Where the CPA
Tequest is resubmitted later than two weeks after the
return mailing by the U.S. Patent and Trademark
Office, the later date of receipt or date of deposit as
“Express Mail” of the resubmission will be consid-
ered to be the filing date of the CPA request. The
two-week period to resubmit the returned CPA
request is not extendible. See 37 CFR 1.5(a)..

In addition to identifying the application number of
the -prior application, applicant is urged to furnish
in the request for a CPA the following information
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relating to the prior application to the best of his or
her ability: (A) title of invention; (B) name of appli-
cant(s); and (C) correspondence address. See 37 CFR
1.53(d)(8).

SIGNATURE REQUIREMENT

A CPA is a request to expressly abandon the prior
application (37 CFR 1.53(d)(2)(v)) and, therefore,
must be properly signed. For a listing of the individu-
als who may propetly sign a CPA request, see 37 CFR
1.33(b). In a joint apphcaﬂon with no attorney or
agent, all applicants must sign the CPA request in
order for the CPA réquest to be considered properly
signed. An unsigned or improperly signed CPA
request will be placed in the file of the prior applica-
tion, and is entitled to an application filing date, but is
ineffective to abandon the prior application. A CPA
will NOT be examined until the CPA request is prop~
erly signed.

A request for a CPA may be signed by a reglstered
practitioner acting in a representative capacity under
37 CFR 1.34{(a). However, correspondence concern-
ing the CPA will be sent by the Office to the corre-
spondence address as it appears in -the. -prior

nonprovisional application until a new power of attor-

ney, or change of correspondence address signed by
an attorney or agent of record in the prior apphcatlon
is filed in the CPA..

A request for a CPA may also be signed by the
assignee or assignees of the entire interest. However,
the request must be accompanied by papers establish-
ing the assignee’s ownership. under 37 CER 3.73(b),
unless such papers were filed in the prior application
and ownership has not changed.

FILING DATE

The filing date of a CPA is the date on which a
request on_a geparate paper for a CPA is filed. A
request for a CPA cannot be submitted as a part of
papers filed for another purpose, see 37 CFR
1.533(d)(2), (e.g.,
within an amendment after final for the prior applica-
tion is an improper request for a CPA).

A paper requesting a CPA may be sent to the U.S.
Patent and Trademark Office by mail (see - MPEP
§ 501), by facsimile transmission (see MPEP
§ 502.01) or it may be filed directly at the Attorney’s
Window located in Room 1BO03 of Crystal Plaza 2,
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2011 South Clark Place, Arlington, VA. In addition, a
CPA request. may be delivered in person to the TC-
where the prior application is assigned. All CPA
requests should be clearly marked “Box CPA”

The date of receipt accorded to a CPA request sent
by facsimile (ransmission is the date the complete
transmission is received by an Office facsimile unit,
unless the transmission is completed on a Saturday,
Sunday, or Federal holiday within the District of
Columbia. Correspondence for which transmission
was completed on a Saturday, Sunday, or Federal hol-
iday within the District of Columbia, will be accorded
a receipt date of the next succeeding day which is not
a Saturday, Sunday, or Federal holiday With'm the Dis-
trict of Columbia. A CPA transmittéd to the U.S.
Patent and Trademark Office should be transmitted to
the TC or art unit to which the pnor apphcatlon is
a331gned

In order to encourage apphcants to transrmt CPA
requests directly to the TC or art unit to which the
prior application is assigned, the USPTO will only
acknowledge receipt of a CPA request filed by fac-
simile transmission where the CPA request is trans-
mitted directly to the TC or art unit to which the prior
application is assigned. Applicants filing 2 CPA by
facsimile 'transmission may include a “Receipt for
Facsimile Transmitted CPA” (PTO/SB/29A) contain-
ing a mailing address and identifying information
(e.g., the prior application number, filing date, title;
first named inventor) with the request for a CPA. The
USPTO will: (A) separate the “Receipt for Facsimile
Transmitted CPA” from the CPA request papers; (B)
date-stamp the “Receipt for Facsimile Transmitted

PA”; (C) verify that the identifying information pro-
vided by the applicant on the “Receipt for Facsimile
Transmitted CPA” is the same information provided
on the accompanying request for a CPA; and (D) mail
the “Receipt for Facsimile Transmitied CPA” to the
mailing address provided on the “Receipt for Facsim-
ile Transmitted CPA.” The “Receipt for Facsimile
Transmitted CPA” cannot be used to acknowledge
receipt of any paper(s) other than the request for a
CPA. A returned “Receipt for Facsimile Transmitted
CPA” may be used as prima facie evidence that a
request for a CPA containing the identifying informa-
tion provided on the “Receipt for Facsimile Transmit-
ted CPA” was filed by facsimile transmission on the
date stamped thercon by the USPTO. As the USPTO
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will verify only the identifying information contained
on the request for-a CPA, and will not verify whether
the: CPA' was accompanied by other papers (e.g;, a
preliminary amendment), the “Receipt for Facsimile
Transmitted CPA” cannot be used as evidence that
papers other than a CPA were filed by facsmrule trans-
mission. in the USPTO. Likewise, apphcant—creatcd
“rccelpts for acknowledgment of facsimile transmit-
ted papers (whether created for the acknowledgment
of a CPA or other papers) cannot be used as evidénce
that papers were filed by facsimile in the USPTO.
Apphcants are cautioned not to include mformauon
on'a “Receipt for Facsmu}e Transmitted CPA” that is
intended for retention in the apphcatlon file, as the
USPTO does not plan on retaining a copy of such
receipts in the file of the application.

An applicant filing. a CPA by facsm‘ule must
include an authorization to charge the basic filing fee
to a deposit account or to a credit card using PTO-
2038 (See MPEP § 509), or the apphcatlon will be
treated under 37 CFR 1.53(f) as havmg been filed

without the’ bas1c filing fee (as fees cannot othermse

be transnutted by facsimile).

37 CFR 1. 6(f) provides for the s1tuat10n in, whlch‘

the Office has no evidence of receipt of a CPA trans-
mitted to the Office by facsimile transmlssmn
37 CFR 1.6(f) requires that a showmg thercunder
mclude inter alia, a copy-of the sending unit’s report
conflrmmg transmission of the apphcauon or evi-
dence that came into being after the complete trans-
mission of .the apphcatlon and within. ope busmess
day of =i:he c0mplete transmission of the apphcat_lon ‘

- The Certificate of Mailing Procedure under 37 CFR
1.8:does not apply to filing a request for a CPA, since
the filing of such a request is considered to be a filing
of national application papers for the purpose of
obtaining = an application filing date -(37 - CFR
1.8(a}(2)(D)(A)). Thus, if (A) the Patent and Trade-
mark Office mails a final :Office action on July 2,
1997 (Wednesday), with a shortened statutory period
of 3 months to reply and (B).a petition for a three-
month extension of time (and the fee) and a CPA are
received in the U.S. Patent and Trademark Office on
January 5,.1998 (Monday), accompanied by acertifi-
cate of mailing under ‘37 CFR 1.8 dated January 2,
1998 (Friday), then the prior application was -aban-
doned on January 3, 1998, and the CPA is improper
becanse the CPA was not filed before the abandon-
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ment of the prior applicafion.- As a further example, if
(A) the U.S. Patent and Trademark: Office mails a
fifial:Office action on July 2, 1997 (Wednesday), with
a shortened statutory period of 3 months to reply and
(B) applicant submits a petition for a three-month
extension of time (and the fee) and a CPA Tequest via
facsimile transmission accompanied by a certificate of
transmission under 37 CFR 1.8 at 9:00 PM (PST) on
January 2, 1998 (Friday), but the U.S. Patent and
Trademark Ofﬁce does not receive the comiplete trans-
mission until 12:01 AM (EST) on January 3, 1998
(Saturday) then the CPA is improper because the
CPA request was not filed untﬂ January 3, 1998, see
37 CFR_1.6(a)(3), whach is after the abandonment
(mldmght on Friday, January 2, 1998) of the prior
apphcauon

FILING FEE

The filing fee fora CPA is: (A) the basic filing fee-
as set forth in 37 CFR 1.16; and (B) any additional fee
required by 37 CFR 1.16 based on the number of
claims remaining in the application after entry of any
amendment accompanying the CPA and entry of any
amendments under 37 CFR 1.116 not entered in the
prior nonprovisional application which applicant has
requested .to be entered-in the CPA. See 37 CFR
1.53(d)(3). '

A general authorization to charge fees to a deposit
account which was filed in the prior application car-
ries over from-the prior nonprovisional application to
a CPA. Thus, where a general authorization to charge
fees to a deposit account was filed in the prior appli-
cation theé TC should charge thé necessary filing fee of
the CPA fo the deposit account. ‘Because small entity
status does not automatically carry over from the prior
application to the CPA, unless the request for a CPA
specifically indicates that the filing fee is to be
charged in the small entity amount or otherwise
includes an assertion of entitlement to small entity
status, the large entity filing fee should be charged.

Where a general authorization to charge fees to a
deposit account was filed in the prior application and
applicant desires to file a CPA without paying the fil-
ing fee on the filing date of the application, applicant
may file the CPA with specific instructions revoking
the general authorization filed in the prior application.

Where a filing date has been assigned to a CPA, but
the basic filing fee is insufficient or has been omitted,
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applicant will be so notified by the TC and given a
period of time in which to file the missing fee and to
pay the surcharge set forth in-37 CFR 1.16(e) in order
to prevent abandonment of the application. The time
period usually set is 2 months from the date of notifi-~
cation. This time penod is subject to the provisions of
37 CFR 1.136(a). A CPA will not be placed upon the
files for examination until all of its required parts,
including the filing fee and surcharge, if necessary,
are received, See 37 CFR 1.53(h). Thus, it would be
inappropriate to conduct an interview or to issue an
action on the merits in the CPA until the filing fee and
surcharge, if necessary, are received.

EXTENSIONS OF TIME

If an extension of time is necessary to establish
continuity between the prior application and the CPA,
the petition for extension of time should be filed as a
separate paper -directed to the prior nonprovisional
application. However, a CPA is not improper simply
because the request for a CPA is combined in a single
paper with a petition for extension of time. The “sep-
arate paper” requirement of 37 CEFR 1.53(d)(2) is
intended to preclude an applicant from burying a
request for a CPA in a paper submitted primarily for
another purpose, e.g., within an amendment after final
for the prior application.

While the filing of a CPA is not stnctly a reply to an
Office action mailed in a prior application, a request
for a CPA is a paper directed to and placed in the file
of the prior application, and seeks to take action in
(i.e., expressly abandon) the prior application. Thus, it
will be considered a “reply” for purposes of 37 CFR
1.136(a)(3). As a result, an authorization in the. prior
application to charge all required fees, fees under 37
CFR 1.17, or all required extension of time fees to-a
deposit account or to a credit card (See MPEP § 509)
will be treated as a constructive petition for an exten-
sion of time in the prior application for the purpose of
establishing continuity with the CPA. The correct
extension fee to be charged in the prior application
would be the extension fee necessary to establish con-
tinvity between the prior application and the CPA on
the filing date of the CPA.

If an extension of time directed to the prior apphca—
tion is filed as a separate paper, it-must be accompa-
nied by its own- certificate of mailing under 37 CFR
1.8 (if mailed by first class mail) or under 37 CFR
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1.10 (if mailed by Express Mall) if the benefits of
those rules are desued

NOTICE OF CPA FILING

Since ‘a “Notice of Abandonment” is not mailed in
the pr10r application as a result of the filing of a CPA
nor is a filing receipt normally mailed for a CPA (a fil-
ing receipt will be mailed in a CPA filed on or after
November 29, 2000 to notify applicant of the pro-
jected publication date of the application), the exam-
iner should advise the applicant that a request for a
CPA has been granted by including form paragraph
2.30in the ﬁrst Office act10n of the CPA.

q 2.30 CPA Status Acceptable _ :

The request filed on [1] for a-Continued Prosecution Applica-
tion (CPA) under 37 CFR 1.53(d) based on parent Application No.
[2] is acceptable and a CPA has been established. An action on
the CPA follows,

Examiner Note:

1. Use this form paragraph in the first Office action of a CPA to
advise the applicant that a request for a CPA is acceptable and that
a CPA has been established. This notice should be givén; since
apphcant is not notified of the abandonment of the parent noris a
filing receipt normally sent for a CPA.

2, In bracket | insert the filing date of the request for.a CPA_.
3. In bracket 2 insert the Application Number of the parent
application. .

A “conditional” request for a CPA will not be per-
mitted. 'Any “conditional” request for a CPA submit-
ted as a separate paper with an amendment after filn'al_'
in an application will be treated as an unconditional
request for a CPA of the application. This will result
(by operation of 37 CFR 1.53(d)(2)(v))in the aban-
donment of the prior application, and (if so instructed
in the request for a CPA) the amendment after final in
the prior application will be (reated as a preliminary
amendment in the CPA. The examiner should advise
the applicant that a cond1t10nal” request for a.CPA
has been treated as an unconditional request for a CPA
and has been acceptcd by including . form paragraph
2.35 in the first Office action of the CPA.

¥ 2.35 CPA Starus Acceptable - Conditional Request

Receipt is acknowledged. of the “‘conditional” request for a
Continued Prosecution Application (CPA) filed on [1] under 37
CFR 1.53(d) based on prior Application No. [2]. Any “condi-
uonal’ request for a CPA submitted as a separate paper is treated
as“an unconditional request for'a CPA. Accordingly, the request
for a-CPA application is acceptable and a CPA’ has been cstab—
lished. An-action on the CPA follows,
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Examiner Note: -

1. Use this form paragraph in the ﬂrst Ofﬁce action ofa CPA to
advise the applicant that a “conditional” request for a CPA is

treated as an unconditional request and the CPA. is acceptable and:

that 2 CPA has been established. This notice should be given,
since -applicant is not notified of the abandonment of the parent
nor is a filing receipt normally sent fora CPA. -

2. . Inbracket 1 insert the filing date of the request for a CPA.

3. In bracket 2 insert the Apphcatlon Number 1dent1ﬁed in the'

CPA request.

. Where the examiner recognizes that a paper filed in

the prior application contains a request for a CPA, but

the request is not in a separate- paper, the examiner

should, if possible, contact.applicant by telephone to

notify applicant that the request for a CPA is ineffec-
tive or notify the applicant in the next Office action

that the CPA request 1s ineffective by using form para-

graph 2. 31.

§ 2.31 CPA Status Not Acceptable - Request Not on
Separate Paper

. - Receipt is acknowledged of the request for a Contmued Prose-
cution Application (CPA) ﬁled on [1] under 37 CFR 1.53(d) based
on Application No. [2]. However, because the request was not
submitted on a separate paper.as required by 37 CFR 1.53(d)(2),
the request is not acceptable and no CPA has been established.

Examiner Note:

1. “Use this form paragraph to inform applicant that a request for
2 CPA is not in compliance with 37 CER 1.53(d){2) and, therefore,
no CPA has been gstablished.

2. In brackct 1 insert the ﬁlmg date of the paper contamlng the
requcst for a CPA. '

3 In bracket 2 insert the Application Number identified i in the
CPA request ' :

]NVENTORSHIP

The inventive ent1ty set forth in the prior nonprow—
s1onal application autoratically carries over into the
CPA UNLESS the request for a CPA is accompamcd
by or includes on f111ng a statement requesting the
delet10n of the name ot names of the person or per—
sons who are not inventors ‘of the invention being
claimed in the CPA. 37 CFR 1. 53(d)(4) The state-
ment requesting the deletion of the names of the per-
son or persons who are not  inventors. in the
continuation or divisional application must be signed
by person(s) authorized pursuant to 37 CFR 1.33(b) to
sign an amendment in the continuation or divisional
application. The examiner ‘should acknowledge
receipt of a statement filed with a CPA requesting the
deletion of the name or names of the person or per-
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sons. who. are not inventors of the ‘invention being
claimed in the CPA in the first Office action in the
CPA by usmg formy'paragraph 2.32.

72 32 Request To Delete a Named Inventor

Receipt is acknowledged of the statement requestmg that [1] be
deleted as a named invenior which was filed with the Continued
Prosecution Application (CPA) on [2.] The 1nventorsh1p has been
corrected as requested. :

Exammer Note'

1. Use this form paragraph where a Contmued Prosecutlon
Apphcatlon (CPA) is filed accorpanied by a statement requesting
deletion of the name or names of the pérson‘or persons who are
not inventors of the inventien being claimed in the new applica-
tion. Any request to delete a named inventor in a CPA filed after
the CPA is filed must be accompanied by a request under 37 CFR
1.48.

2. Tn bracket 1 insert the name or names.of the inventor(s)
requested to be deleted.

3, In bracket 2 insert the ﬁhng date of the CPA

After the first Office action is mailed, the applica-
tion file should be sent to OIPE for revision of its
records to reflect the change of inventorship. The
examiner should note the change of inventorship on
the original oath or-declaration by ‘writing in red ink in
the left column “See Paper No. _'for inventorship
changes.” See MPEP § 201.03 and & § 605.04(g). Any
request by applicant for a corrected filing receipt to
show the change in inventorship should not be sub-
mitted until after the examiner has acknowledged the
change in inventorship in an Office action. Other-
wise, the “corrected”. filing rccelpt may not show the
change in inventorship.

The inventive entity of the CPA will be the same as
the inventive entity of the prior application even if the
CPA papers include a transmittal letter or a new oath
or declaration naming an inventor not named in the
prior application. However, the new oath or declara-
tion” will be placed in the application file. Upon
review of the application, the examiner will notify the
applicant-in the first Office action using form para-
graph 2.33 that the inventive entity of the prior appli-
cation has been carried over into the CPA. If the
inventive entity set forth in the transmittal letter of the
new oath or declaration is desired, then a request
under 37 CFR 1.48 along with the required fee set
forth-in 37 CFR 1.17(i) must be filed. No new oath or
declaration need be filed with the later-filed request
under 37 CFR 1.48 if such was submitted on filing of
the CPA. If a request under-37. CFR 1.48 is not filed, it
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should be noted that the filing in a CPA of a transmit-
tal letter or a new oath or declaration containing amn
inventor not named in the prior nonprovisional appli-
cation may result in the claims in the CPA bemg
rejected under 35 UsS.C 102(f)

4 2.33 New Inventor Identified

Tt is noted that [1] identified as a named mventer in the Cofitin-
ued Prosecution Apphcatmn (CPA) filed under 37 CFR 1.53(d) on
[2], but no request under 37 CFR 1.48, as is required, was filed (o
correct the inventorship. Any request to add an inventor must be
in the form of a request under 37 CFR 1.48. Otherwise, the inven-
torship in the CPA shall be the same as in the prior application.

Examiner Note: ‘ : &

I. Use this form paragraph where a request for a Continued
Prosecution Application (CPA) identifies one or mére inventors
who were not named as inventors in‘the pnor aplecatlon on the
filing date of the CPA.

2. In bracket 1 insert the name or names of the inventor(s)
requested to be added followed by either --was-- or --were--, as
appropriate.

3. Inbracket 2 insert the filing date of the CPA.

No inventor may be added to a CPA except by way
of arequest under 37 CER 1.48. Also; after the filing
date of the CPA, no inventor may be'deleted in a' CPA,
except by way ‘of a request under 37 CFR 1 48, A
request for cotrection of 1nvent0rsh1p under 37 CFR
1.48 filed in the prior nonprovisional apphcatlon, but
not considered in the prior nonprovisional application
at the time the CPA is filed, will be considered in the
CPA.

BENEFIT OF EARLIER FILING DATE

A request for a CPA is-a specific reference under
35 U.S.C. 120 to every application assigned the appli-
cation number identified in the request, and 37 CFR
1.78(a)(2) provides that a request for a CPA is the spe-
cific reference under 35 U.S.C. 120 to the prior appll-
cation. That is, the CPA includes the request for an
application under 37 CFR 1.53(d) and the recitation
of the application number of the prior apphcatlon in
such request is the “specific reference to the earlier

filed application” required by 35 U.S.C. 120. No fur-

ther amendment to the specification of the CPA nor a
reference in the CPA’s application data sheet is
required by 35 U.8.C. 120 or 37 CFR 1.78(a) to iden-
tify or reference the prior application, as well as any
other application assigned the apphcatmn number of
the prior.application (e.g., in instances in which a CPA
is the last in a chain of CPAs).
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Where ‘an application claims a benefit. under 35
U.S.C. 120 of a chain of applications, the application
must make a reference to the first (earliest) applica-
tion-and every mtermedlate apphcauon See Sampson:
v. Ampex Corp., 463 F.2d 1042, 1044-45, 174 USPQ
417, 418-19. (2d Cir. 1972); Sticker: Indus. Supply
Corp. v. Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ.
177, 179 (7th. Cir. 1968); Hovlid -v. Asari, 305 F.2d:
747, 751, 134 USPQ 162, 165 (9th Cir. 1962). See.
also MPEP § 201.11. In addition, every intermediate:
application: must .also make a reference to the first
(earliest) application and every application after the-
first application and before such intermediate applica-:
tiof.” . ¢ o S S

In the suuatlon in which there i is a cham of CPAs,
each CPA in the ehaln will, by operation of 37 CFR
1.33(d)(7), contam the reqmred spemﬁc reference to
its immediate prior application, as well as every other_
application assigned the application number identified
in such request. ‘ Put simply, a specific reference to a
CPA by a’pplicatien' number and filing date will con-
stitute a'specific reference to: (A) the non-continued
prosecutlon apphcatlon 0r1g1na]ly ass1gned such
apphcatlon ‘number (the prior application as to the
first CPA in the chain); and (B) every CPA assigned
the apphcatmn number of such non-contmued prose-
cution apphcation '

Where the non-contmued prosecut10n appllcatlon
onglnally as31gned such apphcatmn number itself
claims the benefit of a prior appllcatlon or apphca-_:
tions under 35 U.S.C. 119(e), 120, 121, or 365(0) 37
CFR 178(a)(2) and (a)(5) contlnue to require . that
such apphcatmn contain a reference to any such pnor_
apphcatlon(s) The reference(s) can be in an applica-
tion data sheet (37 CFR 1.76) or in.the first sentence
of the speczflcatlon See 37 CFR 1.78(a)(2) and (a)(5) .
If an application (including reissue) that was filed on
or after November 29, 2000 claims benefit to an ear-.
Her-filed international application, the first sentence
of the specification must be amended to include an
indication. of whether the international . application:
was published under PCT Article-21(2) in English:
(regardless of whether the benefit for such application
is claimed in an application data sheet). See 37 CFR
1.78(a)(2). As.a CPA uses the application file of the.
prior application, a specific reference in- the prior
application (as to the CPA) will constitute a specific
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reference in the CPA, as well as every CPA in the
event that there is a chain-of CPAs. '

Where an applicant in an application filed under 37
CFR 1.53(b) seeks to claim the benefit of a CPA
under 35 U.S.C. 120 or 121 (as a continuation, divi-
sional, or contifivation-in-part), 37 CFR -1.78(a)(2)
requires a refererice to the CPA by application number
in the first sentence of such application unless such
reference is made in an application data sheet. 37 CFR
1.78(a)(2) provides that “[t]he identification of an
application by application number under this section
is the specific reference required by 35 U.S.C. 120 to
every -application assigned that application number.”
Thus, where a referenced CPA is in a chain of CPAs,
this reference will constitute a reference under 35
U.S.C.. 120 and 37 CFR 1.78(a)(2) to every CPA in

the chain as well as the non-continued prosecution

application originally assigned such application num-
ber. . ' o

Therefore, feéardless of Whether an application is

filed under 37 CFR 1.53(b) or (d), a claim under.

35 U.S.C. 120 to the benefit of a CPA is, by operation
of 37 CFR 1. 53(d)(7) and 37 CFR 1 18(a)2), a claim
to every application assigned the appheauon number
of such CPA. In addition, applicants will not be per-
mitted to choose to delete such a claim as to certain
applications assigned that application number (e.g.,
for patent term purposes). See 37 CFR 1.53(d)(7).
“Purther, an applicant in a CPA is not permitted to
amend the first sentence of the specification to pro-
vide the specific teference to the prior ‘application, or

to provide such a teference in an application data

sheet. Any such amendment will not be entered. The
applicant should be advised in the next Office action
that any such amendment to the specification or refer-
ence in the application data sheet has not'been entered
by using form paragraph 2.34 or 2.36. If the applica-
tion claims benefit to an international application and
is filed on or after November 29, 2000, the first sen-
tence of the specification must be amended to include
an indication of whether the international application
was published under PCT Article 21(2) in English
(regardless of whether the benefit for such application
is claimed in an application data sheet). See 37 CFR
1.78(a)(2). If the application does not include such a
required indication, applicant should be advised in the
next Office action that such an 1nd1cat10n is missing
by using form paragraph 2.37.
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§  2.34 Reference in CPA to Prior Application (by
Amendment to the Specification)

The amendment filed [1] requesting that the specification be
amended to refer to the present Continued Prosecution Applica-
tion {(CPA) s a [2] application of Application Na, [3] has not been
entered. As set forth in 37 CFR 1.53(d)(7), a request for a CPA is
the specific reference required by 35 U.S.C. 120 to every applica-
tion assigned the application number identified in such request.
Thus, there is no need to amend the. first sentence of the specifica-
tion to refer back to the prior application and any such amendment
shall be denied entry. .

Examiner Note:

1. Use this form paragraph to inform the applicant that an
amendment to the first sentence of the specification referxing to
the CPA. as a continuing application of the prior application has
not been entered and will not be entered if submitted again.

2. Inbracket 1, insert the filing date of the amendment.

3. Inbracket 2, insert either --continuation-- or —-divisional--,

4, In bracket 3, insert the Application Number of the pnor non-
provisional application.

¥ 2.36 Reference in CPA (in an Application Data Sheet) to
Prior Application

The application data sheet filed [1] including a reference to the
present Continued Prosecution Application (CPA) as a [2] appli-
cation of Application No. [3] has not been entered. As set forth in
37 CFR 1.53(d)(7); a request for a CPA is the specific reference
reqmred by 35 U.S.C. 120 to every application assigned the appli-
cation number identified in such request. Thus, there is no need
for such a reference to the prior application in an application data
sheet nor in the specification of the appllcatlon and such amend-
ment shall be denied entry.

Examiner Note:

1. Use this form paragraph to inform the applicant that an appli-
cation data sheet (37 CFR 1.76) including a reference to the CPA
as a continuagion or divisional application of the prior application
has not been entered and will not be entered if submitted again.

2. In bracket 1, insert the filing date of the application data
sheet. o ’

3. Inbracket 2, insert either --continvation— or --divisional--.

4. Inbracket 3, insert the Apphcatmn Number of the prior non-
provisional application.

g 2.37 Reference to an International Application

This application claims benefit to international application No.
[1] filed on [2]. Apphcaﬂons that are filed on or after November
29, 2000, and that claim benefit to an earlier-filed international
application must include in the first sentence of the specification
an indication of whether the international application was pub-
lished in English under PCT Acticle 21(2) (regardiess of whether
the benefit for such application is.claimed in an application data
sheet). See 37 CFR 1.78(a)(2). The indication, as required by 37
CFR 178(a)(2) is missing. Applicant must supply the missing
indication as an amendment to the specification in the reply to this
Office actions.
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Examiner Note:
1. Use this form paragraph to mfoxm the apphca.nt that an
amendmem to the first sentence of the specification indicating that

the international apphcatlon was published in Enghsh under PCT_

Article 21(2) is required.’

2. Use only for applications (including CPAs) filed on or after
November 29, 2000. ' '

3. Inbracket 1, insert the application number of the prior inter-
national apphcatlon )

4. Tn bracket 2, 1rlsert the filing date of the prior mternatmnal
apphcatmn '

Claims, under '35 US.C. 119(a)-(d) and () for the
benefit of the filing dates of earlier applications in a
parent application will automatically carry over to a
CPA.

WAIVER OF CONFIDENTIALITY

A CPA is construed to 1nclude a waiver of confi—_

dentiality by the applicant under 35 U.S.C. 122 to the
extent that any member of the public who is entitled
under the provisions of 37 CFR 1.14 to obtain access
to, copies of, ‘or information concerning either the
prior application- or any continuing application filed
under the provisions.of 37 CFR 1.53(d) may be given
similar access to, copies of, or .similar information
concerning, the other application(s) in the application
file. 37 CFR 1.53(d)(6). . However, all applications in

the file jacket of a pending CPA are treated as pend-.

ing, rather than abandoned, in determining- whether
copies of, and access to, such applications will be

granted. See, e.g.,:37 CFR 1.14(e}2). See MPEP

§ 103 for further discussion of access to an abandoned
application contained in the file of a pending CPA.

CERTIFIED COPY

A certified copy of a CPA will be prepared by the
Certification Branch upon request. The certified copy
will consist of a copy of the most recent non-contin-
ued prosecution application in the chain of CPAs. The
filing date of the CPA will be shown in the certified
copy as the filing date of the most recent non-contin-
ued prosecution application in the chain of CPAs.

PATENT APPLICATION PUBLICATION

Unless the application is a design application, a
CPA filed on or after November 29, 2000 will be pub-
lished as a patent application publication using only
the original disclosure of the first-filed non-CPA
application in the CPA application file, unless non-
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publication is requested or the application papers are
replaced through the electronic filing system. See 37
CFR 1.215(c).

SMALL ENTITY STATUS

Small entity status estabhshed in the parent appllca-
tion dees not automatically carry over to a CPA, Sta-
tus as a small entity must be specifically established
in every application in which the status is available
and desired. 37 CFR1.27(c)(4) provides that the refil--
ing of an application as a continued prosecution appli-
cation under 37 CFR 1.533(d) requires a new assertion
of continued entitlement to small entity status.

TERMINAL DISCLAIMER

A terminal dlsclalmer flled in the parent apphcatlon
carries over to a CPA. The terminal disclaimer filed in
the parent apphcatmn carrics over because the CPA
retains the same application number as the parent'.
apphcat_mn i.e., the application number to which the
previously filed terminal disclaimer is directed. If.
applicant does not want the terminal dlsclalmer to
carry over, to the CPA, applicant must file a petition
under 37 CFR 1.182 aiong with the requued petition
fee, requesting the terminal disclaimer filed in the par-
ent application not be carried over to the CPA. See
MPEP § 1490, “Withdrawing a Terminal Disclaimer,”
subheading entitled “A. Before Issuance of Patent.”.

PRIOR ELECTION

An election made in the prior application carries
over to the CPA only if all of the following conditions
are met: (A) the CPA is designated as a continuation
or is not designated at all (i.e ., the CPA is NOT des-
ignated as a divisional); (B) there was an express elec-
tion by the applicant in reply to a restriction
requirement in the prior application; (C) the CPA pre-
sents claim(s) drawn only to invention(s) claimed in
the prior application; and (D) the CPA does not con-
tain an indication that a shift in election is desired.

‘Where all of the conditions are met, the examiner’s
first action should repeat the restriction requirement
made in the prior application to the extent it is stil}
applicable in the CPA and include a statement that
prosecution is being continued on the invention
elected and prosecuted by applicant in the prior appli-
cation.
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INFORMATION DISCLOSURE STATEMENTS
AND PRELIMINARY AMENDMENTS

~ All information disclosure statements filed in the
prior application that comply with the content require-
ments of 37 CFR 1.98 will be considered in a CPA by
the examiner. No specific request that the previously
submitted information be considered in. a CPA is
required. :

In addition, all information disclosure statements
that comply with the content requirements of 37 CFR
1.98 and are filed before the mailing of a first Office
action on the merits will be considered by the exam-
iner, regardless of whatever else has occurred in the
examination process up to that point in time. The sub-
mission of an information disclosure statement after
the first Office action is mailed could delay prosecu-
tion and result in the loss of patent term. Therefore,
applicants are encouraged o file any information dis-
closure’ statement in a CPA as early possible, prefera-
bly at the time of filing the CPA. For further
discussion of information d1sclosure statements, see
MPEP § 609, '

Applicants are also encouraged to file all prelimi-
nary amendments at the time of filing a CPA because
the entry of any preliminary amendment filed after the
filing date of the CPA could be denied under 37 CFR
1.115 if the preliminary amendment unduly interferes
with the preparation of a first Office action. See
MPEP § 714.03(a). In a situation where the applicant
needs more time to prepare a preliminary amendment
or to file an information disclosure statement, appli-
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cant can request a three-month suspension of action
under 37-CFR 1.103(b). The three-month suspension
of action under 37 CFR 1.103(b) must be filed at the
time of filing a CPA, See MPEP § 709 .

COPIES OF AFFIDAVITS

Affidavits and declarations, such as those under
37 CFR 1.130, 1.131 and 1.132 filed during the prose-
cution of the parent nonprovisional application, auto-
matically become a part of the CPA. Therefore, no
copy of the original affidavit or declaration filed in the
parent nonprov1510nal application need be filed in the
CPA.

FORMS

Form PTO/SB/29, “Continued Prosecution Appli-
cation (CPA) Request Transmittal” and Form PTO/
SB/29A, “Receipt For Facsimile Transmitted: CPA™
may be uséd by applicant for filing a CPA under
37 CFR1.53(d). The forms used by the TCs to notify
applicants of defects regarding applications -filed
under 37 CFR 1.53(d) are shown below, “Notice of
Improper Application, No Filing Date Granted” Form
PTO-2011; “Notice of Improper CPA Filing Under 37
CFR 1.53(d), No Filing Date Granted” Form PTO-
2012; “Notice To File Missing Parts Of Application
(CPA), Filing Date Granted” Form PTO-2021;
“Notice Of Incomplete Reply (CPA)- (Filing Date
Granted)” Form PTO-2018; and “Notice Of Abandon--
ment Under 37 CFR 1.53(f) (CPA) (F11mg Date
Granted)” Form PTO- 2019
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PTO/MSR/29 (10-00)

Approved for use through 10/31/2002. OMB 0651-0032

U.5. Patent and Tradamark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduyction Act of 1995, no persons are required 1o respond fo a collection of information unless it displays a valid OMB contrel number.

(. ~ . CONTINUED PROSECUTION APPLICATION (CPA) )
- REQUEST TRANSMITTAL oo sox topoicane |

- Submit an original, and a dupfic; for fae pro 9. ) DUPLICATE
(Only for Continuation or Bivisionat spphcatlons under 37.CFR.1. 53(d)) L_:] C

. Attdmey Docket No.,
Address to:

of Prior Application.
Assistant Commissioner for Patents " First Named taventor
Box CPA ;
Examiner Name

“Washington, DC 20231 — _
. Group Art Unit
-Express Mail.Label No. .

This is a reguest for a l'_'_I continuation or D dlwsnonal appllcatlon under 37 CFR 1 53(d)
(continued prosecution appllcatlon (CPA)) of prlor appllcatton number A ‘ .
filed on . , entitled. I :

NOTES

FILING QUALIFICATIONS: The prior application identified above must be a nonprovisional application-that is either: (1} complate
as defined by 37 CFR 1.51(b), or (2) the national stage of an intemational appfication in.compliance with- 35 U.S.C. 371, Effective
May 29, 2000, a CPA may only be filed in a utllity or a plant application if the prior nanprows.vonal application was flad before-May
29, 2000. A CPA may be filed in a design application regardioss of the filing date of the prior application. See "Request for | ..
Continued Examination Practice changes to and Provisional Application Practice,” Final Rule, 65 Fed Reg 50092 {Aug. 1 6, 2000), )
intarim Rule, 65 Fed. Reg.14865 (Mar 20, 2000}. 1233 OF. Gaz Paf Cffice {Apf. 11, 2000). - 1

C-I-P NOT PERMITTED: A contmuafton—m-paﬂ apphcauon cannot be f‘led as 8 CPA und'er 37 CFR 1 53(::0, but mus! be fited
under 37 CFR 1.53(b).

EXPRESS ABANDONMENT OF PRIOR APPLICATION: - The fiing of this CPA is & mquest to exprsssiy abandon the prior
application as of the filing dale of the request for a CPA. 37 GFR 1.53(b) must be used lo fils & continuation,. divisional, or [
continuation-in-part of an application that is not {o be abandonsd

ACCESS TO PRIOR APPLICATION: The ﬁhng of th:s CPA will be construed fo mclude a wafver of conﬁdenﬂaﬁty by the applicant
under 35 U, 5.C. 122 fo the extent that any member of the public. whe is entitled under the provisions.of 37 CFR 1.14 to access (o,
copigs of, or information concerning, - the -prior. application. may be given similar actess 1g,. copres of, or srmdar rnformahon
congerning, the other application or applications i in ﬂve f' e ;acket L S . . ,

3I5U.S.C 120 STATEMENT: Ina CPA ne refsrence to rhe prior applrcaffon is needed in the first sentencs of the spec:ﬁcatmn and’
none should be submitted, If a sanfence referencing the prior application is submitted, i will nof be entered, A request’ for @ CPA

is the specific refarence required by 35 U.8.C. 120 and fo every application assigned the application number identified in such
request 37 CFR 1. ?B(a)

WARNING Informatlon on this form may become public. Credit card informatlon should not
be included on this form. Provide credit card information and authorization on PTO-2038..

1 1, [] Enterthe unentered amendment previously filed on
under 37 CFR 1.116 in the prior nonprovisional application.
2] A preliminary amendment is enclosed.
3. This application is filed by fewer than all the inventors named in the prior application, 37 CFR 1 53(d)(4)
a.[] DELETEthe followmg mventor(s) named in thé prior nonprovnslonal application:

b. (] The |nventor(s) to be deieted are set forth ona separate sheet attached hereto
4. E:] A new power of attorney or authorization of agent (PTC/SE/B1) is enclosed. .
5. Information Disclosure Statement (IDS) is enclosed:

a.[] PTO-1449

b. D Copies of IDS Citations

rer————————
[Page 1 of 2]
Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the naeds-of the individual casa Any cornments on
the amaunt of time you are raquired to complete this form should be sent to. the Ghief information Officer, U.S. Patent and Trademark Office, Wwashington, DC
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THiS ADDRESS. SEND TO: Assistant Commissioner for Patents, Box CPA, washington, DC
20231.
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- PTO/SBI29 (10-00}
Appmvad for use lhruugh 10/31/2002. OMB 0651-0032

" .S, Fatem and Trademark Office; U.S. DEPART ENT OF COMMERCE.
Under the Paperwork Reduction Act of 1995 ‘NG persons. are required to respond 10 o Collection of in‘rurmahgf-n unls'ss It displays a valid OME contrr;wll nfrﬁber

(1) EOR 1@ NUMB_E_R :FILED ' (3)_ NUMBER EXTRA {4} RATE (5) CALGULATIONS
~ TOTAL CLAIMS E S S R Lo
(37 GFR 1.18(c) or G} _ -20% = x$____ = |%
INDEPENDENT CLAIMS | . " .
(37 CFR 1.16(b) or (i} ! : 3% = [ . . | x % =
+ $_______ =

BASIC FEE
(37 CFR 1.18)

Reductlon by 50% for ﬁlmg by small entity (Note 37 CFR 1 27)

* Relssue claims In excess of 20 and over original patent. TOTAL =
** Relssua Mdeeendnnf clalms ever ariginal patent. : -

6 ] sSmall entity status: Applicant claims small entity status. See 37 CFR 1.27.

7. The Commissioner is hereby authorized to credtt overpayments or charge the following fees to
- Deposit Account No. - :

.a.[] Fees required under 37 CFR 1.18.
b.[T] Feesrequired under 37 CFR 1.17.
c.[C] Fees required under 37 CFR 1.18."

8:[1 A check in'the amount ot $ ' ‘ s enclosed
9.] Payment by credit card. Form PTO-2038 is attached.

10. [ Applicant requests suspension of action under 37 CFR 1. 'i03(b) fora period of ___
(notto exceed 3 months) and the fee under 37 CFR 1.17(i) is‘enclosed.

11.[] New Attorney Docket Number, if desired

[Prior application Attorney Docket Number will carryover to this GPA unless a new Attorney Docket Number has been provided herain.}
12 a. [} - Receipt For Facsimile Transmitted CPA (PTOQ/SB/29A} -~
b. [[] Return Recelpt F’ostcard (Shou1d be specifically ltemlzed See MPEP 503}
13. I:I Other:

months

UNLESS & NOW Ci rrespondence address 15 ] mvided below,
S i 14. NEW CORRESPONDENCE ADDRESS

3 Gustomer Number or Bar Code Labal or 1 New correspondeﬁca address below

(Insert Customer No. o Alfach bar code label here)

Neme

Addrass

city ' : rsmre o ' i Zip Code
Country ) | " Telsphone ' Fax

15. SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED,
o OF APRLICANT, AT] : ENT EERI

) 'Ai’a'mé

[Page-2 of 2) -
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PTO/SB/20A (88-00)
: Approved for use thraugh 10/31/2002. OMB 0651-0032

i ’ ) B U.S. Patent and Trademark Qffice; U.S. DEPARTMENT OF COMMERGE

Under the Fapamork Reductton Act of 1995 no persons are reguufed 10 rggggnd 10 a collection of |nforrnaﬂon unlass it displays 2 valid OMB cantrol number

i this RECEIPT is mclud'ed with a raquest for a CPA filed by facsimile
transmission, it will be date stamped and mailed to the ADDRESS in item 1.

Applicant's Mailing Address for this receipt must be
1. ADDRESS CLEARLY PRINTED or TYPED in the box befow.

NQTE: By this receipt, the USPTO (a) acknowledges that a

request for a CPA was filed by facsimile’ transmission on

the date stamped below by the USPTO and (b) verifies only that the. apphcanon number provrded

by the applicant on this receipt is the same as the apphcation numberprovided on the:

accompanying request for a CPA. Th;s rece.-pt CANNOT be used to acknowledge recetpt of an y
_paper(s) other than. the request fora CPA

2. APPLICATION IDENTIFICATION:

" {Provide at least enaugh information to identnffy the application) .. -
a: For prior application - -
" Application No.:
Filing Date:
Title:
Attorney Docket No.:.
First Named Inveritor:™

b. For instant CPA application:

New Attorney Docket No.: .
(Ifappm:ab!e)

The USPTO date stamp, which appears In the box to |- ' . (THISAREA FOR PTO DATE STAMP USE)
the right, is an acknowledgement by the USPTO. of SRR B o :
receipt of a request for a CPA filed by facsimile:
transmission on the date Indicated below.

USPTO HANDLING INSTRUCTIONS:
Please stamp area fo the right with the date the complete
transmission of the request for a CPA was received in the USPTO
and afso include the USPTQ organization name that provided the . | .
date stamp (stamp may include both items). Venfy that the |~
application number provided by applicant on this receipt is the same
as the applicalion number provided by appficant on the request for a
CPA accompanying this receipl. If there is an inconsistency
betweaen the application number providad on this receipt and the
roquest for a CPA, stike through the Inconsistent application
number provided on this receipt and insert the cormect application
number, If possible. Then place in a window envelope and miall, =~

Burden Hour Statemant: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the neads of the individual case. Any comments on
the amount of time you are required 1o complele this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington, DC
20231. DO NOT SEND FEES CR COMPLETED FORMS TO THIS ADDRESS. SEND To Assistant Commissionear !Dr Patents, an Paienf Application,
Washingten, DC 20231, .
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f Y UNITED STATES DEPARTMENT OF COMMERCE
/' Patent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washlngton D.C. 20231

"-vmr

APPLICATION NUMBER FILINGRECEIFT DATE FIRST NAMED APPLICANT ATTY. DOCKET NOJTITLE I

DATE MAILED:

NOTICE OF IMPROPER APPLICATION
No Filing Date Granted

The above-identified application was ‘deposited as an application under 37 CFR 1.62; however, 37 CFR 1.62 practice
has been abolistied. . Applications purporting to-be an application under 37 CFR 1.62 are'treated as having been filed
under. 37 CFR 1.53(d) as a continued prosecution application. 37 CFR 1.53(d) requires that a continued prosecution
application be a continuation or divisional application (not a contmuaf:on-m-pan appﬂcatron) and does not permit the
infroduction of subject matter that would have been new mafter in the prior application. The above-identified application
does not meet the requirements of 37 CFR 1.53(d) to be accepted as a continued prosecution application asitis a
continuation-in-part application.

As the above-identified application cannot be accepted as an application under 37 CFR 1.53(d), applicant is advised to
file a petition under 37 CFR 1.53{e) and $130.00 petition fee (37 CFR 1,17(1)) to have the above-identified application
accepted under 37 CFR 1.53(b). Unless the above-identified application was deposited with a complete specification,
including claims, all drawings described in the specification and a signed oath or declaration in compliance with 37 CFR
1.63, the petition under 37 CFR 1.53(e) must also be accompanied by: (1) a true copy of the complete prior application
as originally filed, including the spedification, drawings and signed oath or declaration; (2) any amendments entered in
the prior application; any amendments submitted but riot entered in the prior application and directed to be entered in
the 37 CFR 1.62 application papers; and {4) a signed vath or declaration in compliance with 37 CFR 1.63 and the
surcharge required by 37 CFR 1.16(e). The true copy of the prior application, any amendments entered in the prior
application or not entered in the prior application but directed to be entered on the filing date of the above-identified
application, and any preliminary amendment submitted with the 37 CFR 1.62 application papers will constitute the
ariginal disclosure of the resulting application under 37 CFR 1.53(b).

Any assertion that the above-identified application may be accepted as an application under 37 CFR 1.53(d), or any
request to have the above-identified application accepted as an application under 37 CFR 1.53(b), must be by way of
petition under 37 CFR 1.53(e) directed to the attention of the Office of Petitions. ‘Any such petition must be
accompanied by the $130.00 petition fee (37 CFR 1.17(j)). If the petition alleges that no defect exists, a request for

. ~ refund of the petition fee may be included in the petition. A petiticn under 37 CFR 1.53(e) as discussed above must be
submitted within TWO " MONTHS of the date of this notice (37 CFR 1.181(f)} or the application may be returned or
otherwise disposed of and the filing fee, if submittad, will be refunded less the $130.00 handlmg fee (37 CFR 1.21(n)).
THIS TIME LIMIT MAY NOT BE EXTENDED PURSUANT TO 37 CFR 1.136.

A copy of this notice MUST be returned with the reply.

Direct the reply and any questions about this notice to:

. Examining Groqp ]

{703)y30____ -

FORM PTO- 2011 (Rev 1/98) PART 1 - ATTORNEY/APPLICANT COPY

August- 2001 200-56




TYPES, CROSS:NOTING, AND STATUS OF APPLICATION 201.06(d)

UNITED STATES DEPARTMENT OF COMMERCE
@ ,f Patent and Trademark Office

-,.,_,, - Address: COMMISSIONER OF PATENTS AND TRADEMARKS
. L - Washington, D.C. 20231
[ aPrucaTion nuMBER _ FILINGRECEIPT DATE FIRST NAMED APPLICANT ATTY. DOGKET NOTITLE |
DATE MAILED:

NOTICE OF IMPROPER CPA FILING UNDER 37 CFR 1.53{d)
No Frlmg Date Granted

The Continued Prosecution Applicaﬁon (CPA) request depos:ted on is improper under 37 CFR
1. 53(d) and has not been granted a ﬁlmg date for reason(s) mdrcated below

Any asserfions that the above-mentloned cea request is proper under 37 CFR 1 53(d) must be by way of petmon
directed to the attention of the Office of Petitions. Any such petition mustbe accompanied by the §130.00 petition fee

(37 CFR1AT(). Ifthe pehtlon alleges that no defect exrsts a request for refund of the petmon fee may be mcluded in
the petition. ; i L

Any petition must be submitted within TWO MONTHS of the date.of this‘notice (37 CFR:1.181(f) ar' the application
may be returned or otherwise disposed of and the filing fee, if submitted, will be refunded tess the $130 GO handlmg
fee (37 CFR 1.21(n)). THIS TIME LIMIT MAY NOT BE EXTENDED PURSUANT TQ 37 CFRT 136

[ 1. The prior application is not a complete {37 CFR 1.51(b)) application or the national stage ofa PCT international
. appllcatron that ig.in compllance with 35 U.8.C..371..

2 The: request for a CPA was not filed before the payment of the issue fee on the praor appllcatron The issue fee
.. was paid.on the prior application on _ . me

3 3. The request for a CPA was not filed before the abandonment of or termmatlon of proceedmgs on, the pnor
application. " The prior application was abandoned, or proceedings termmated on

[d 4 A petition under 37 CFR 1.136(a) and appropriate fee are necessary to establish copendency between this
CF'A and the prior application,

[15. OTHER;

' A copy of this notice MUST be returned with the reply.

Direct the reply and any questions about this Motice to:

Examining Group

(703) 30 -

FORM PTO-2012 (Rev. 1/98) " " PART 1< ATTORNEY/APPLICANT COPY

200-57 ‘ August 2001
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ﬁ
Patent and Trademark Dffice
' Address: COMMISSIONER OF PATENTS AND T‘FIADEMARK
/ Waeshington, D.C. 20231
%u o

| APPLIGATION NUMBER | FEING RECEIPT DATE 3 FIRST NAMED APPLICANT | aromner pockeTnommE ]

DATE MAILED:

NOTICE TO FILING MISSING PARTS OF APPLICATION (cPa)

The Gontinued Proascution Application (CPA) request filed on__ g entitied to a fillng date undar
ar cFFl 1. 5a(d)(1 ) Thu CPA requeet, howwar. lacks the mlng loa(s) md!or Hloms Indlcmod below.

Appnmt In given Two MONTHS FROM THE DATE OF THIS NOTICE within which to file the fes(s), itemn{s), and sny
.surcharge requlred below to avoid sbandonment of this CPA. Extanslons of ime may be obtained by fillng a palltlon
_accompanied by the sxtension {ae undsar the proviglons of 37 CFR 1.138(a).

The toist amount owed by applicant ls the sum of ltems 1(a) or (b), 2, and 3 (if emckod) below.
O 4.Ths sistutory basic fling fee 1s:

) missing.
0. insufficiant.

(&) Apphicant must submit § to compMo the basic fling fae and the sfso o0 suroharpo 8o forth
in 87 CFR 1.16{s} {(non-smal! entity), or §, to complete the basic fiing fea ag & small entity and

- the $65.00.purcharge sel forth in 37 CFR 1,16(e) and file a . smail enlity statement under 37 CFR 1.27 claiming
such gtatus (i the prior application wag enlitisd 1o small entity status and such status is still proper-and desirsd, a
new small enthty smomont s nnl roqulrsd (37 CFR 1.28)).

()] Applicant muataubm 3 i l‘o camplele the baslc fiting fos as a sman‘ antity and the 365 00
atircharge set forth in 87 CFR 1,18(e).

O 2. Additional clatm tees of ' . -
{non-smatl entity) or $ {amall entity) tor Independent cla\ms over 3.
s (non-smal! entity) or $ (smal) antity) for claims over 20.
(non-small entity) or $ {small antity} for multiple dependent olaim surcharge.

Applicant must sither submit the additional claim fase or cancel additionsl ciaims for which less are dus.

3 3. A $60,00 processing fee }u requlmd_sl_noe your _cha_ck,was retumed without peyment (37 CFR 1.21 (m)).
[J 4. The CPA request is uneigned. Applicant must fila a signed duplicate or ratification of the CPA request.
0 5. Other:

A copy of this Notice MUST be returned with the reply.

Direci the roply and any quastions about thia Notice to:

Examining Group.

(7o) 30 s

FORM PTO-2021(REV, 2-98)
U8, GRG: 1998-433-221/82108 PART 1-ATTORNEY/APPLICANT COPY
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TYPES, CROSS-NOTING, AND STATUS. OF APPLICATION 201.06(d)

&

arey o

UNITED STATES DEPARTMENT OF COMMERCE
-Patent and Trademark Office

. Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

i APPLICATION NUMBER FILINGRECEIPT DATE FIRST NAMED APPLICANT

AYTY. DOCKET NOTITLE ]

DATE MAILED:

NOTICE OF INCOMPLETE REPLY (CPA)
_(Filing Date Granted)

The reply filed on

_to the Notice to File Missing. Parts of Application (CPA)
(Notice) mailed on

has been entered into the application. The reply, however,
is incomplete for the following reason(s):

00 1. The filing fee required by the Notice has not been received.. The amount of $ . is due.

0 2. The surcharge of $ has not -be_en' received.

"I 3, Thereply t_:ldés not in'clu;dg'

as required by the Notice.

A complete reply must b'é timely filed to prevgn_t‘ABA'NDONMENT_of the  above-identified appli_éat_iqn.

The period for reply remains as set forth in the Notice. You may, however, obtain an EXTENSION OF TIME

under the provisions'of 37 CFR 1.136¢a) by filing a petition accompanied by the appropriate fee
(37 CFR 1.17(a)).

- A copy of this notice MUST be returned with ‘the reply.

Direct the reply and any questions about this Notice to:

Examining Group

(703) 30___-

FORM PTO-2018 (Rev 12/47) PART 1 - ATTORNEY/APPLICANT GOPY
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o Fy™s UNITED STATES DEPARTMENT OF COMMERCE
\‘% j Patent and Trademark Office
Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

APPLICATION NUMBER FILING/RECEIPT DATE FRST NAMED APPLICANT

ATTY. DOCKET NO.TITLE

DATE MAILED:

NOTICE OF ABANDONMENT UNDER 3.7 CFR 1 .53(h (CPA)
(Fliing Date Granted)

The above-identified Continued Prosecution Application (CPA) Is abandoned for failure to

timely or completely reply to-the Notice to File Missing Parts of Application (CPA) (Notice) mailed -
on .

[ No reply was received.
O The reply receivad on

was untimely.
[J The reply received on

was incomplete. The reply did not include:

] 1. The surcharge required for filing thé basic filing fee on a date later than the filing date of
& nonprovisional application (37 CFR 1.16(e)).
[712. The basic filing fee required by the Notice (37 CFR 1.16 (a), (), (g}, (h)).
{Note: A nonprovisional application may not be relied on for benefits under 35 U.5.C. 120
and 37 CFR 1.78 unless the processing and refention fee sef forth in 37 CFR 1.21(l} is
paid within the one year period set forth in 37 CFR 1.53(f)).
t 3. The additional claims fee and/or multiple dependent claims fee required by the Notice
(37CFR 1.76(b), {c), (d), (i}, (i)}
- [C1. The letter of Express Abandonment filed on is acknowledged; however, the
apphcatlon is abandoned for failure to timely or completely reply to the Motice as indicated above.

A petltlon to lhe Commlssmner under 37 CFR 1. 137 may be flied requesting that the apphcatlon be
revived,

Under 37 CFR 1.137(a), a petition requesting the application be revived on the grounds of
UNAVQIDABLE DELAY must be filed promptly after the applicant becomes aware of the abandonment
and such petition must be accompanied by: (1) an adequate showing of the cause of unavoidable delay;
{2) the required reply to the above-identified Notice; (3) the petition fee set forth in 37 CFR 1.17()); and
(4} a terminal disclaimer if required by 37 CFR 1.137(c).

Under 37 CFR 1.137(b), a petition requesting the application be revived on the grounds of
UNINTENTIONAL DELAY must be filed promptly afier applicant becomes aware of the abandonment and
such petition must be accompanied by: (1) a statement that the entire delay was unintenticnal; (2} the

required reply to the above-identified Motice; (3) the petition fee setforth in 37 CFR 1.17(m); and (4) a
terminal disclaimer if required by 37 CFR 1.137(c).

Any questions concerning petitions to revive should be directed to “Office of Petitions” at (703) 305-9282.

Examining Group

(703)30__ -

FORM PTO-2019 (Rev 12/97) PART 1 - ATTORNEY/APPLICANT COPY
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TYPES; CROSS-NOTING, AND STATUS OF APPLICATION

201.07 Continuation Application -~ -
A continuation is 4 second application for the same
invention claimed in a prior. nonpr0v151onal appl1ca~
tion and filed before the original becomes abandoned
or patented. The continuation application may be filed
under 37 CFR 1.53(b) or 1.53(d). The applicant in the
continuation application must 1nclude at least one
inventor named in the prior nonprowsmnal applica-
tion. The disclosure presented: in the continuation
must be the same as that of the original application;
i.e., the continuation should not include anything
which would constitute new matter if mserted m the
orlgmal application. T .

An apphcatxon clamung the beneﬁts of a provi-
sional application under 35 U.S.C. 119(6:) should not
be called a “continuation” of the provisional applica-
tion.since an application that claims benefit of a pro-
visional application. is.a nonprovisional application of
a provisional application, not a continuation, division,
or continuation-in-part of the provisional application.

At any time before the patenting or abandonment of
or termination of proceedmgs on' his or hér carlier
nonprovisional application, an applicant may have

recourse to filing a continuation in order to introduce

into the application a hew set of claims and to estab-
lish a right to further examination by the primary
examiner. An application under 37 CFR 1.53(d), how-
ever, must be filed prior to payment of the issue fee
unless a petition under 37 CFR 1.313(¢c) is granted in
the prior application. ‘In addition, a continnation or

divisional application' may only be filed under 37

CFR 1. 53(d) if the prior nonprowsmnal apphcauon is:
(A) a utility or plant application that was filed under
35 U.S.C. 111(a) before May 29, 2000, and-is com-
plete as defined by 37 CFR 1.51¢b); (B) a design
application that is complete as defined by 37 CFR
1.51(b); or (C) the national stage of an international
application that was filed under 35 U.S.C. 363 before
May 29,2000, and is in comphance with 35 U S. C
371.

For notation to be put on the ﬁle wrapper'by the
examiner in the case of a continuation application, see
MPEP § 202.02.

Use form paragraph 2.05 to remmd apphcant of
possible continuation status:

200-61
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4 2.05 Possible Status as Continuation :

This application discloses. and claims only subject matter dis-
closed in prior application ne [1], filed [2], and names an inventor
or inventors named in the prior apphcatmn Accordmgly, this
application may ‘constitute a' continuation or division. -Should
applicant desire to obtain the benefit of the filing date of the prior
application, attention is directed to 35 U.S.C. 120 and 37 CFR
1.78.. R _

Examiner Note: ‘ ‘
1. This form paragraph should only be used if it appears that-the-
application may be a continuation, but pnonty has not been prop-:
erly established. ;
2. An app].lcatlon cleummg the beneﬁts of a prowsmnal apphca—
tion under 353 U.5.C. 119(e;) should not be calied a “continuation™.
of the prowsmnal apphcatlon since an apphcatlon that claims ben-
efif of-a provisional application’'is a nonprowsmnal application of
a provisional application; pot a continuation, d1v1s1on o continu~
ation- m—part of the provisional application. = . '

2_01,08 Contmuatlon-m-Part

- Application

A continuation-in-part is an application filed during
the lifetime. of an earlier nonprowswnal application,.
repeating some substantial portion or all of the earlier
nonprovisional application and adding matter not dis-
closed i the said earier nonprovisional apphcat:lon _
(In re Klem 1930 C. D 2,393 0.G. 519 (Comm* Pat.
1930)) The contmuatlon—m-part apphcatlon may only_
be filed under 37 CFR 1. 53(b) , , '

A contmuatlon -in-part apphcation CANNOT be
filed as a continued prosecution’ appllcatlon (CPA)
under 37 CFR 1.53(d).

An apphcatlon claiming the benefit of a prowsmnal
application under 35 U.S.C. 119(e) should not be
called a “continuation-in-part” of the provisional
application since an application that claims benefit of
a provisional application is a nonprovisional applica-
tion of a provisional application, not a continuation,
d1v1S1on or continuation-in-part of the pr0v131onal_
apphcatlon

The mere ﬁlmg of a continuation- 1n-part does not
itself create a presumption that the applicant acqui-
esces in any rejections which may be outstanding in
the copending national nonprovisional application or
applications ' upon . which the: contmuatlon—ln—part
application relies for benefit.

A continuation-in-part filed by a sole applicant may
also derlve from an earlier joint application showing a
portion only of the subject matter of the later -applica-
tion, subject to the conditions set forth in 35 U.S.C.
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120 and 37 CFR 1.78. Subject to the same conditions;
a joint continuation-in-part apphcauon may denve
from an earlier sole application.

. Unless the filing date of the earlier nonprovisional
application is actually needed, for example, in the
case of an interfereénce or to overcome-a reference,
there is no need for the Office to make a determina-
tion as to whether the requirement of 35 U.S.C. 120,
that the- earlier nonprovisional application discloses
the invention. of the second application in the manner
provided by the first paragraph of 35 U.S.C. 112, is
met and whether a substantial portion of ali of the ear-
lier nonprowsxonal apphcatlon is repeated in the sec-
ond application in a contmuatlon—m-part situation.
Accordingly, an alleged continuation-in-part applica-
tion should be permitted to claim the benefit of the fil-
ing date of an earlier nonprovisional application if the
alleged continuation-in-patt application complies with
the following formal requirements of 35 U.S.C. 120:

(A) The first application and the alleged continua-
tion-in-part ‘application were filed w1th at least one
common inventor; :

" (B) The alleged contmuatlon-m-part apphcat1on
was “filed before the patenting o abandonment of or
termination of proceedings on the first apphcauon or
an application similarly entitled 0 the benefit of the
filing date of the first apphcatlon and o

(C) The alleged contlnuauon-m—part apphcatmn
“contains or is amended to contain a specific refer-
ence to the earlier filed application.” (The specific ref-
erence may be in an apphcahon data sheet. See 37
CFR 1 76.) '

" For notation to be put on the file wrapper by the
examiner in the case of a continuation-in-part applica-
tion see MPEP § 202.02. See MPEP § 708 for order of
examination.

Use form paragraph 2.06 to remind apphcant of
poss1b1e continnation-in-part status.

4 :2.06 Possible Status as Continuation-in-Part

This application repeats a substantial portion of prior’ Applica-
tion No. [1], filed 2], and adds and claims additional disclosure
not presented in the prior application. Since this application
names an inventor or inventors named in the prior apphcauon it
may constitute a continvation-in-part of the prior application.
Should applicant desire 10 obtain the benefit of the filing date of
the prior application, attenuon is directed to 35 U.s.C 120 and 37
CFR 1.78,

August 2001
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Examiner Note:

1. This form paragraph should only be used when it appears
that the application may qualify as a continuation-in-part, but no
priority claim has been perfected. o

2. An application claimiig the benefits of a provisional applica-
tion under 35 U.S.€C. 119(c) should not be called a “continuation-
in-part” of the provisional application since an- application that
claims benefit of a provisional application is a nonprovisional
application of a provisional application, not a continuation, divi-
sion, or continuation-in-part of the provisional application.

201.09 Substitu’te Application

The use of the ferm “Substltute” to designate any
application which is in essence .the duplicate of an
application by the same applicant abandoned before
the filing of the later application, finds official recog-
nition in the decision Ex parte Komenak, 1940 C.D. 1,
512 0.G: 739 (Comm'r Pat. 1940). Current practice
does not require applicant to insert in the specification:
reference to the earlier application; however, attention
should be called to the earlier application. The nota~
tion on the file wrapper (see’ MPEP § 202.02) that one
application is a “Substitute” for another is printed in
the heading of the patent, copies. See MPEP § 202.02.

As is explalned in MPEP § 201.11, a “Substitute”
does pot obtain the benefit of the f111ng date of the
prior application. ‘

 Use form paragraph 2. 07 to remmd applicant of
possible substitute status.

9 2.07 Definition of a Substitute

- Applicant refers to this application as a “substitute” of Appli-
cation No. [1), filed ' [2]. The use of the term “substituie” to des-
ignate an application which is in essence the duplicate of an
application by the same applicant abandoned before the filing of
the later case finds official recognition in the decision, Ex parte
Komenak, 1940 C.D. 1,512 O.G. 739 (Comm'r Pat. 1940). The
notation on the file wrapper (See ‘MPEP § 202.02) that oné case is
a “substitute” for another is printed in the heading of the patent
copies. A “substitute” does not obtain the benefit of the filing
date of the prior application.

201 10 Refile

No 0ff1c1a1 definition has been given the term
“Refile,” though it is sometimes used as an alternative
for the term “Substitute.”

1f the applicant designates his or her application as
“Refile” and the examiner finds that the application is
in fact a duplicate of a former application by the same
party which was abandoned prior to the filing of the
second application, the examiner should require the

200-62
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substitution of the word “substitute” for “refile”, since
the former-term has official recognition.

Use form paragraph 2.08 to rcmjnc_l ap_'plic.ant of
possible refile status. '

7 2.08 Def" nition of a Ref le

It is noted that applicant refers to this apphcaﬂon as a “refile.”

No official definition has been given the term “refile,” though it is

sometimes used as an alternative for the term “substitute.” Since.

this application appears to be in fact a duplicate of a former appli-
cation which was abandoned prior to the filing of the second case,
the substitution of the word “subsntutc“ for “refile” is requued
since the term “substitute” has official recogmtmn Apphcant is
required to make appropriate corrections.

20111 ~ Continuity
Between Applications:
i -When Entitled to Filin‘g Date'

Under certain c1rcumstances an appllcauon for

patent is entitled to the benefit of the filing date of a

prior nonprovzsmnal application or pr0V1510na1 apph—
cation which has at least one. common inventor. The
conditions are specified in 35 U.S.C. 120 and
35 US.C. 119(3)

35 U.S.C. 120, Benef t of earlzer ﬁlmg date‘ in the Umted,

States. ..

"An application for patent for an invention disclosed in thé man-
ner provided by the first paragraph of section 112 of this title in an
application previousty filed in the United States, or as provided by

section 363-of this title, which is filed by an inventor or inventors,

named . in the previously filed application: shall have the same
effect, as to such invention, as though filed on the date of the prior
application, if filed before the patenting or abandonment of or ter-
mination of prbceediﬁgs on the first application or on an applica-
tion, similarly entitled to the benefit of the filing date of the first
application and if it contains or is amended to contain a specific
reference to the earlier filed application. No apphcanon shall be
entitléd to the beneflt of an earlier filed apphcatlon under this sec-
tion unless an amendment containing the specific reference to the
ealier filed application is submitted at such time during the pen-
dency of the application as required by the Director. The Director
may consider the failure to submit such an amendment within that
time period as a waiver of any benefit under this section. The
Director may establish procedures, inc]ﬁdjng the payment of a
surcharge, to accept an unintentionally delayed submission of an
amendment under this section. -

200-63
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35 US.C. 119,  Benefit of earlier ﬁlmg date; nght of
DFrioFity.

EE T ]

(e)(1) An application for patent filed under section 111(a) or
section 363 of this title for an invention disclosed in the manmer:
provided by the first paragraph of section 112 of this title in a pro-
visional application:filed under section 111(b) of this title, by an
inventor or inventors named in the provisional application, shall
have the same effect, as to such invention, as though filed on the
date of the provisional application filed under section 111(b) of
this title, if the application foi patent filed under section 111¢a) or
section 363 of this title is filed not later than 12 months after the
date on which the provisional application was filed and if it con--
tains or is amended ‘to contain a specific reference to the provi-
sional application. No application shall be entitled to the benefit’
of an ¢arlier filed provisional application under this subsection’
unless an amendmént containing the specific reference to the ear-
lier filed provisional application is submitted at such time during
the pendency of the application as required by the Dn'ector The
Director may consider the failure to submit such an amendment
within that time period as a waiver of any benefit under this sub-
section, The Dlrector may estabhsh procedures, 1nc1ud1ng the pay-
ment of a surcharge, to accept an unintentionally delayed
submission of an amendment under this subsection dunng the'
pendency. of the application

A provisional apphcatlon filed under section 111{b) of
this title may not be relied upon in any proceed.mg in the Patent
and Trademark Office unless the fee set forth in subpatagraph (A)
or (C) of section 41{a)(1) of this title has béen paid. :

(3) If the day that is 12 months after the filing. date of a-
provisional application falls on a Saturday, Sunday, or Federal
holiday within the District of Columbia, the period of pcndency of
the provisional application shall be extended to the next succeed-.
ing secular or business day. .

There are six conditions for receiving the benefit of
an eatlier filing:date under 35 U.S.C. 120 or under 35
UscG 119(e) -

_(A).,The _s_econd application must be an applica-
tion for a patent for an invention which is also dis-
closed in. the first application (the parent or original
nonprovisional application or provisional. applica-
tion); the disclosure of the invention in the first appli-
cation and in the second. application must be sufficient
to comply with the requirements of the first paragraph
of 35 U.S.C. 112. See Transco Prods., Inc. v. Perfor-
mance Contmctmg, Inc., 38 F.3d 551, 32 USPQ2d
1077 (Fed. Cir. 1994).

" Form paragraphs 2.09 and 2.10 should be-used
where the disclosure of the second application is not
for an invention disclosed in the first application.
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¥ 209 Heading for Conditions for Domestic Priority
Under 35 U.S.C. 119(e) or 120

Applicant has not complied with one or more conditions for
receiving the benefit of an earlier filing date under 35 U.S.C. [1]
as follows:

Examiner Note: .

1. Inbracket 1, insert either or both --119(e)—- or --120--.

2. One or more of the following form paragraphs 2.10 to-2.12
must follow depending upon the circumstances.

¥ 210 Dtsclosure Must Be the Same

The second appllcatl()l‘l must be an application for a patent for

an invention which is alse disclosed in the first application (the
parent or provisional application); the disclosure of the invention
in the parent application and in the second application must be
sufficient to comply with the re_quirémcntg of the first paragraph
of 35 U.S.C. 112, See Transco Products, Inc. v.:P_er:fqnnanc;e Con-
tracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir, 1994).

Examiner Note:

1. This form pa.ragraph must be preceded by headmg form para— .

graph 2.09.

2.  Form paragraph 2.29 should be used where the claun(s) of
the nonprovisional apphcatmn lack(s) support in the dlsclosure of
the provisional apphcatlon '

4§ 2.29 Domestic Priority Not Granted - :

Applicant’s claim for domestic priority under 35U.8.C. 119(e)
is acknowledged. However, the provisional application upon
which priority is claimed fails to provide adequate support under
35U.8.C. 112 for claim [1} of this application. [2]

Examiner Note:

1. This form paragraph may be used when there is lack of Sup--

port in the provisional application for the pending cla;ms inr the
nonprovisional application.
2. Inbracket 2, provide an explanation of lack of support.

(B) With respect to claiming benefit under 35
U.S.C. 120, 121, or 365(c), the second application
must be copending with the first application or with
an application similarly entitled to the benefit of the
filing date of the first application. With respect to
claiming benefit under 35 U.S.C. 119(e) to provi-
sional applications, effective November 29, 1999,
Public Law 106-113 amended 35 U.S.C119(e)(2) to
¢liminate the copendency requirement for a nonprovi-
sional application claiming benefit of a provisional
application. However, pursvant to 35 US.C
119(e)(1), the nonprovisional application- must be
filed not later than 12 months after the date on which
the provisional application was filed. If the day that is
12 months after the filing date of a provisional appli-
cation falls on a Saturday, Sunday, or Federal holiday
within . the District of Columbia, the period of pen-
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dency of the provisional application is extended to the
next succeeding business day and the nonprovisional
apphcatlon may be filed on that next succeeding busi-
ness day. See 35 U.S.C. 119(e)(3), 37 CFR 1.7(b), and
MPEP § 201.04(b) and § 505. -

(C) The second application must contain a spe-
cific reference to the prior application(s) in the speci-
fication or in an application data sheet. In addition, if
a nonprovisional application (including reissue) that is
filed on or after November 29, 2000 claims benefit of
an international application, the first sentence of the
specification must be amended to indicate whether the
international application was published under PCT
Article 21(2) in English.

A request for a continued prosecution application
(CPA) filed under 37 CFR 1.53(d) is itself the specific
reference required by 35 U.S.C. 120 and 37 CFR
1.78(a)(2) to every application assigned the same
application number identified in the request. (Note:
The CPA is assigned the same application number as
the prior application.) In a CPA, a specific reference
in the first sentence of the specification followmg the
title, or in an application data sheet, to a prior applica-
tion assigned the same application number is not
required and should not be made. No amendment in a
CPA may delete the specific referénce to the prior
application assigned the same application number. A
specific reference to an application not assigned the
same application number, but relied on for benefit
under 35 U.S.C. 120 and 37 CFR 1.78(a)(2) is
required. In addition, if a CPA that is filed on or after
November 29, 2000 claims benefit of an iniernational
application, the first sentence of the specification
must be amended to indicate whether the international
application was published under PCT Article 21(2) in
English. Cross references o other related applica-
tions not assigned the same application as the CPA
may be made when appropriate.

Form paragraphs 2.09 and 2.12 should be used to
indicate reference to the prior application. Form para-
graphs 2.09 and 2.37 should be used to inform appli-
cant that the indication of whether the international
application was published under PCT Article 21(2) in
English is required.

§ 2.12 Application Must Contain a Reference 1o Parent

An application in which the benefits of an earlier application
are desired must contain a specific reference to the prior applica-
tion(s) in-the first sentence of the specification ot in an apphcatlon
data sheet (37 CFR 1.78(2)(2) and (a}(5)).
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Examiner Note:

1. This form paragraph must be preceded by heading form para-
graph 2.09.

2. This form paragraph should not be used for a contmued Pros--

ecution application (CPA). In a continued prosecution application
(CPA) filed under 37 CFR 1.53(d), a specific refereiice in the first
sentence of the specification or in an application data sheet to the
prior application is not required and should not be made. The spe-
cific reference requirement of 35 U.5.C. 120 is met by the trans-
mittal request for the CPA which is considered to be part of the
CPA application (37 CFR 1.53(d)(2)(iv) and {(d)(7)).

94 2.37 Reference to an. International Application

. This application claims benefit to international application No.
[1] fiIe«_:!lon [2]. Applications that are filed on or after November
29, 2000, and that claim benefit to an earlier-filed international
application must include in the first senténce of the specification
an indication of whether the international application was pub-
lished in English under PCT-Article 21(2) (regardless:of whether
the benefit for such application is claimed in an application data
sheet). See 37 CFR 1.78(a)(2), The indication, as required by 37
CFR 1.78(a)(2), is missing. Applicant must supply the missing
indication a$ an amendment to the spec1ﬁcatlon in the reply to this
Office actions. :

Examiner Note:

1. Use this form paragraph to mform the apphcant that an
amendment to the first sentence of the spccﬁicatron indicating that
the international application was pubhshed in English under PCT
Article 21(2) is required.

2. Use only for applications (including CPAs) filed on or after
November 29, 2000. :

3. Inbracket 1, insert the application number of the prlor inter-
national application. :

4. In bracket 2, insert the filing datc of the prior mternatlonal
application.

(I>) The second application must be filed by an

inventor or inventors named in the previously filed:

application,

(E) For utility- or plant apphcatlons (including

reissues) filed on or after November 29,-2000, benefit
claims under 35 U.S.C. 119(e), 120, 121 and 365(c)
must be made during the pendency of the application
and within the later of four months from the actual fil-
ing date of the application or sixteen months from the
filing' date of the prior application. See 37 CFR 1.78
(a)(2) and (a)(5). This time period is not extendable
and a failure to submit the reference required by 35
U.S.C. 119(e) and/or 120, where applicable, within
this time period is considered a waiver of any benefit
of such prior application under 35 U.S.C. 119(e), 120,
121 and 365(c). For a more detailed explanation, see
“TIME. PERIOD FOR MAKING A CLAIM FOR
BENEFIT (37 CFR 1.78(a)(2) and (a)}(5)” below
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- (F) For utility or plant applications that are filed
on or after November 29, 2000, and which claim ben-
efit of a provisional application which was filed in a.
language other than' English, an English language
translation of the non-English Ianguage provisional
application and a statement that the translation is
accurate must be filed with the benefit claim and
within the required time period under 37 CFR
178(a)(5) _ ' .

Form paragraph 2.38 may be used to notify
applicant that an. English translation of the non-
English language provisional application is required.

¥ 2.38 Reference to a Non- Enghsh Language ‘Provisional
Application . :

. This application claims benefit to a provisicnal apphcatlon No.
[1], filed on [2], ifi-a language. other than English.” Applications
that are filed on or after November 29, 2000, and that claim bene-
fit of a provisional application filed in a non-English language,
must include an English translation of the non-English language
provisional -application and a- statement that the translation is-
accurate, See 37 CFR 1.78(a)(5). The [3] as required by 37 CFR:
1.78(a)(5) is missing. Applicant must supply the missing [4] in the:
reply to this Office action prior to the expiration of the time period
set in 37 CFR 1.78(a)(5). If the time period set in.37 CFR
1.78(a)(5) has expired, applicant must also file a petition for unin-
tentional delayed benefit claim during the pendency of the non-
provisional -application (37 CFR 1. 78(a)(6))

Examiner N ote

1. Use this form paragraph to notlfy apphcant that an Enghsh
translation of the nen-English language provisional application
and/or a statement that the translation 1§ accurate is required.

2, Use only for utility or plant nonprovisional applications
(including CPAs) filed oh or after November 29, 2000.

3. In bracket 1, insert the application number of the non-
English language prov1s10nal application. )

4. TIn bracket 2, insert the ﬁhng date of the pnor provrsmnal
apphcatlon '

5. In brackets 3 and 4; insert ~-English translation and a state-
ment that the translationi is accurate— or --statement that the trans-
lation is accurate--, where appropriate. : i

COPENDENCY

‘Copendency is defined in the clause which requires
that the second application must be filed befote (1)
the patenting, or (2) the abandonment of, or (3) the
termination of proceedings in the first application.
With respect to* provisional applications, Public Law
106-113 -amended 35 U.S.C. 119(e)(2) to eliminate
the copendency requirement for- a nonprovisional
application claiming benefit of a provisional applica-
tion. 35 U.S.C.. 119(e)(2) as amended by Public Law

August 2001



201.11

106-113 is effective .as of November 29; 1999 and
applies to any provisional applications filed on or
after June 8, 1995 but has no effect on any patent
which is the subject of litigation in an action com-
menced before November 29, 1999.

Use form paragraphs 2.09 and 2.11-to indicate
copendency is required.

¥ 2.11 Application Must Be Copending With Parent

This application is claiming the benefit of a prior filed nonpro-
visional application under 35 U.S.C. 120, 121, or 365(c). Copen-
dency between the current apphcanon and the prior application is
required. .

Examiner Note: :

1. This form paragraph must be preceded by headmg form para-
graph 2.09.

2. Do not use this. form paragraph for priority c]:nms under 35
U.8.C. 119(e) to provisional applications.

If the first application issues as a patent, it is suffi-
cient for the second application to be copending with
it if the second application is filed on the same date, or
before the date that the patent issues on the first appli-
cation. Thus, the second application may be filed
under 37 CFR 1.53(b) while the first is still pending
before the examiner, or.is in issue, or even between
the time the issue fee is paid and the patent issues. In
view of the new patent publication process, it is antic-
jpated that utility patents will be published within four
weeks of payment of the issue fee. Applicants are
encouraged to. file any continuing applications no
later than the date the issue fee is paid, to avoid issu-
ance of the first application before the contlnulng
application is filed.

If the first application is abandoned, the sécond
apphcatlon must be filed before the abandonment in
order for it to be copending with the first. The term
“abandoned,” refers to abandonment for failure to
prosecute (MPEP § 711.02), express abandonment
(MPEP § 711.01), and abandonment for fa11ure to pay
the issue fee (37 CFR 1.316).

‘The - expression “termination - of proceedings”
includes the situations when an application is aban-
doned or when a patent has been issued, and hence
this expression is the broadest of the three.

- After a decision by the Court of Appeals for the
Federal Circuit in which the rejection-of all claims is
affirmed, proceedings are terminated. on the date of
receipt of the Court’s certified copy of the decision by
the U.S. Patent and Trademark Office. Continental
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Can Company, Inc. v. Schuyler, 168 USPQ 625
(I0.D.C. 1970). There are several other situations in
which proceedings are terminated as is explamed in
MPEP § 711.02(c).

When proceedings in an application are terminated,
the application is treated in the same manner as an
abandoned ' application, and the term “abandoned
application” may be used broadly to include such
applications.

The term “continuity” is used to express the rela-
tionship of copendency of the same subject matter in
two different applications of the same inventor. The
second application may be referred to as a continuing
application when the first application is not a provi-
sional application. Continuing applications include
those applications which are called divisions, continu-
ations, and continuations-in-part. As far as the right
under the statute is concerned the name used is imma-
terial, the names being merely expressions developed
for convenience. The statute is so worded that the first
application may contain more than the second, or the
second application may contain more than the first,
and in either case the second apphcatlon is entitled to
the benefit of the filing date of the first as to the com-
mon subject matter.

REFERENCE TO FIRST AP?LICATION

The third requirement of the statute is that the sec-
ond (or subsequent) application must contain a spe-~
cific reference to the first application. This should
appear as the first sentence of the specification fol-
lowing the title preferably as a separate paragraph
(37 CFR 1.78(a)) and/or in an application data sheet
(37 CFR 1.76). If the specific reference is only con-
tained in the application data sheet, then the priority
information will be included on the front page of any
patent or patent application publication, but will not
be included in the first sentence of the specification.

A request for a continued prosecution application
(CPA) filed under 37 CFR 1.53(d) is itself the specific
reference required by 35 U.S.C. 120 and 37 CFR
1.78(a)(2) to -every application :assigned the same
application number identified in the request. (Note:
The CPA is assigned the same application number as
the prior application.) In a CPA, a specific reference
in the first sentence of the specification following the
title, or in an application data sheet, to a prior applica-
tion assigned the same application number is not
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required and may not be made. Any such reference
will be deleted. No amendment in a CPA may delete
the specific reference to the prior application assigned
the same application number. A specific reference to
an application not assigned the same application num-
ber, but relied on for benefit under 35 U.S.C. 120 and
37 CFR 1.78(a)2) is required. Cross references to
other related applications not assigned the same appli-
cation as the CPA may be made when appropriate.

When a nonprovisional application (other than a
CPA) is entitled under 35 U.S.C. 120 to an carlier
U.S. effective filing date, & statement such as “This is
a division (continuation, continuation-in-part) of
Application No. -, filed -~ should appear as_the
first sentence of the descnptlon or in an apphcauon
data sheet, except in the case of d651gn apphcatlons
where it should appear as set forth in MPEP
§ 1504.20. In the case of an apphca‘uon filed under
37 CFR 1.53(b) as a division, continuation or contipu-
ation-in-part of a CPA, there should be only one refer-
ence to the series of applications assigned-the same
application number, with the filing date cited being
that of the orlglnal noncontinued application. Where
a nonprovisional application is claiming the benefit
under 35 U.S.C. 120 of a prior national stage applica-
tion filed under 35 U.S.C. 371, a suitable reference
would read “This application is a continuation of U.S.
Application No. 08/, filed —-, which was the
National Stage of International Application No. PCT/
DE95/---, filed ---.” In addition, if a nonprovisional
application (including reissue) that is filed on or after
November 29, 2000 claims benefit of an international
application, the first sentence of the specification
must be amended to indicate whether the intérnational
application was published in English under PCT Arti-
cle 21(2). When the nonprovisional application is
entitled to an earlier U.S. effective filing date of one
or more provisional applications under 35 U.S.C.
119(e), a statement such as “This application. claims
the benefit of U.S. Provisional Application No. 60/~--,
filed ---, and U.S. Provisional Application No. 60/ -—-,
filed ---. should appear as the first sentence of the
description or in an application data sheet. In addition,
for an application which is claiming the benefit under
35 U.S.C. 120 of a prior application, which in turn
claims the benefit of a provisional application under
35 U.S.C. 119(e), a suitable reference would read,
“This- application is a continuation of U.S. Applica-
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tion No. 08/---; filed: ---, now . abandoned, - which
claims the benefit of U.S. Provisional Application No.
60/---, filed ---." Status of nonprovisional parent

applications (whether it is patented or ab_andoned)
should also be included. Tf a parent application has
become - a patent, the expression, “Patent No, _ _-"
should follow the filing date of the parent application.
If a parent application has become. abandoned, “the
expressmn “abandoned” should follow the filing date
of the parent application. In the case of design appli-
cations, it should appear as set forth in MPEP
§ 1504.20. In view of this requirement, the right to
rely on a prior application may be waived or refused
by an applicant by refraining from inserting a refer-
ence to the prior apphcatlon in the specification of the
later one. If the examiner is aware of the fact that an
apphcatlon is a continuing. apphcatlon of a prior one,
he or she should merely call attention to this in an
Office action by using the wording of form para—
gtaphs 2.15 or- 2 16.

g 2.15 Reference to Parent Appl:catzon 35 Us C 119(e)
or 120 Benefit .

If applicant desires priority under 35 U.S.C, [1] based upon a
previcusly filed copending application, specific reference to the
earlier filed application must be made in the instant application.
This should appear as the-first sentence of the: specification fol-
lowing the title, preferably as a separate paragraph. The status of
nonprovisional parent.application(s) (whether patented or aban-
doned) should also be included. If a parent- application has
become a ‘patent, the. expression “now Patent No.
should-follow the filing date of the parent application. If a parent
application has become abandoned, the expression “now aban-
doned” shounld follow the filing date of the parent application. - -

If the apphcatlon is a utility or plant appllcanon f11ed on or
after November 29, 2000, any claim for priority must be made
during the pendency of the application and within the later of four
months from the actual filing date of the applxcatlon or sixteen
months from the filing date of the prior application. See 37 CFR
1.78(a)(2) and (a}(5). This time period is not extendable and a fail-
are to submit the reference required by 35 U.S.C. 11%(e) and/or
120, where applicable, within this time period is considered a
waiver of any benefit of such priér application(s) under 35 U.S.C.
119¢e), 120, 121 and 365(c) A pnonty claim” filed after the
required tlme penod may be accepted if it is accompamed by a
grantable petition to’ accept an unmtenuonally delayed ¢laim for
priority under 35 U.S.C. 119(e), 120, 121 and 365(c). The petition
must be accompanied by (1) a surcharge under 37 CFR 1.17(t),
and (2) a statement that the entire delay between the date the ¢laim
was due under 37 CFR 1 .78(2)(2) or {2)(5) and the date the claim
was filed Was unintentional. The Commissioner may require addl-
tional information where there is a question'whether the delay was
unintentional. The petition should be directed to the Office of
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Petitions, _Box- DAC, Assistant Commissioner for Patents, Wash-
ington, DC 20231.

Examiner Note:

1. ‘Inbracket 1, insert --119(e)-- or —-120—-

2. In 4 continued prosecution apphcauon (CPA) filed under 37
CFR 1.53(d}, a specific reference in the first seritence of the spec-
ification, or in an application data sheet; to the prior application is
not required and may not be made. The specific reference require-
ment of 35 U.S.C. 120 is met by the transmittal request for the
CPA which is considered to be part of the CPA app!lcatlon 37
CFR 1. 53(d)(2)(1v) and (D7)

q 2.I 6 Reference to. Copending Application

It is noted that this application appears to claim subject matter
disclosed in prior copending Application No. [1], filed [2]. A
reference to the prior application must be inserted as the first sen-
tence of the spec1ﬁcat10n of this appheatlon or in an apphcatlon
data sheet (37 CFR 1.76),if apphcant intends to rely on the ﬁhng
date of the prior application under 35 U.8.C. 119e) or 120. See
37 CFR 1.78(a): Also, the current status of all nonprovisional pag-
ent applications referenced should be included. :

If the application is a utility or plant application filed on or
after November 29, 2000, any claim for priority must be made
during the pendency of the application and within the later of four
months from the actual filing date of the apphcatlon or sixteen
months from the filing date of the prior application. See 37 CFR
1.78(2)(2) and (a)(5). This time period is not extendable and a fail-
ure to submmnit the reference required by 35 U.8.C.-119(e} and/or
120, where applicable, within this time period is considered a
waiver of any benefit of such prior application(s} under-35 U.5.C.
119(e), 120, 121 and 365(c). A priority claim . filed -after the
required time period may be accepted if it i3 accompanied by a
grantable petition to accept an unintentionally delayed claim for
priority under 35 U.S.C. 119¢e), 120,.121 and 365(¢). The petition
must be accompanied by (1) a surcharge under 37 CFR 1:17(t),
and (2) a statement that the entire delay between the date the claim
was due under 37 CFR 1.78(a)(2) or (a)(5) and the date the ¢laim
was filed was unintentional. The Commissioner may require addi-
tional information where there is a question whether the delay was
unintentional. The petition should be directed to the Office of
Petitions, Box DAC, Assistant Commissioner for Patents Wash—
ington, DC 20231.

Examiner Nate: -

In a continued prosecution application (CPAY filed under 37
CrR 1.53(d), a specaﬁc reference in the first sentence of the spec-
ification, or in an application data sheet, to the prior application is
not required and may not be made. The specific reference require-
ment of 35 U.S.C. 120 is met by the transmlttal request for the
CPA which is considered to be part of the CPA apphcauon 37
CFR 1.53(d)(2)(iv) and (d)(7)

~If the examiner is aware of a prior apphcauon he or
shé should note it in an Office action, as indicated
above, -but should not require the apphcant to call
attention to the prior application.
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-'In an application filed under former 37 CFR 1.60
applicant, in the amendment canceling the nonelected
claims, should include directions to enter “This is a
division (continuation) of application No. ..........  filed
” as the first sentence. Where the appli-
cant has inadvertently failed to do this the wording of
form paragraph 2.17 should be used. Where the appli-
cation filed under former 37 CFR 1.60 is otherwise
ready for allowance, the examiner should insert the
quoted sentence by examiner’s amendment.

Applications are sometimes filed with a division,
continuation, or conﬁnuahon—m—part oath or declara-
tion, in which the oath or declaration refers back to a
prior apphcatlon If there is no reference in the speci-
fication of an application filed under former 37 CFR

1.60, in such cases, the examiner should merely call
attention to this fact in his or her Office action, utiliz-
ing the Wordmg of form paragraph 2. 17

¥ 2.17 Reference in Continuation/Divisional Applications
Under Former 37 CFR 1.60

This application filed under former 37 CFR 1.60 lacks the nec-
essary reference to the prior application. A statement reading
“This is a [1] of Application No. [2], filed [3].” should be entered
f_ollowmg the title of the invention or as the first sentence of the
specification. Alse, the current stats of all nonprovisional parent
applications referenced should be included.

Examiner Note

1. In bracket 1, insert either --lelSlOI‘l-- or --continuation-—.

2. Use only in former 37 CFR 1.60 applications. For File
Wrapper Continiting applications under former 37 CER 1. 62 use
form paragraph 2.28. :

3. - Do not use if the prior application is a provisional applica-
tion. . o .

4. Do not use if the application is a continued prosecution appli-
cation {CPA) filed under 37 CFR 1.53(d).

Where the applicant has inadvertently failed to
make a reference to the parent application in an appli-
cation filed under former 37 CFR1.60 or 1.62 which
is otherwise ready for issue, the examiner should
insert the required reference by a formal examiner’s
amendment,

Sometimes a pending application is one of a series
of applications wherein the pending application is not
copending with the first filed application but is
copending with an intermediate application entitled to

~ the benefit of the filing date of the first application. If

applicant desires that the pending application have
the benefit of the filing date of the first filed applica-
tion he or she must, besides making reference to the
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intermediaté application, also make reference to ‘the
first application. See Hovlid v. Asari, 305 F. 2d 747,
134 USPQ 162 (9th Cir. 1962); and Sticker Indus.
Supply Corp. v. Blaw-Knox Co., 405 F2d 90, 160
USPQ 177 (7th Cir. 1968).

There is no limit to the number of prior appllcauons
through which a chain of copendency may be traced
to obtain the benefit of the filing date of the earliest of
a chain of prior copendmg apphcatmns See In re
Henriksen, 399 F2.d 253, 158 USPQ 224 (CCPA
1968). '

A second application wh1ch is not copendmg thh
the first application, which includes those called sub-
stitutes in MPEP § 201.09, is not entltled to the bene—
fit of the filing date of the prior application and the
bars to the grant ofa patent are computed from the fil-
ing date of the second application. An-applicant is not
required to refer to such applications in an apphcatlon
data sheet or in the specification of the later filed
application, but is required to otherwise call the exam-
iner’s attention: to the carlier application if it or its
contents or prosecution are ‘material as defined in
37 CFR 1.56(b). If the examiner is aware of such a
prior abandoned. application he or she should make a
reference to it in an Office action in order that the
record of the second application will show this fact. -

If an applicant refers to a prior noncopending aban-
doned application in the specification or in an applica-
tion data sheet, the manner of referring to it should
make it evident that it was abandoned before filing l:he
second. :

. For notatlons to be placed on the file wrapper in the
case of continning applications, see MPEP. § 202, 02
and § 1302.09.

‘Effective June 8, 1995, Public .LaW 103.-465
amended 35 U.S.C. 154 to change the term of a patent
to .20 years measured from the filing date of the earli-
est ‘U.S. application: for which. benefit- under: :. 35
U.S.C. 120,. 121, or 365(c) is claimed. ' The 20-year
patent term applies to all utility and plant patents
issued on applications filed on or after June 8, 1995.

* As a result of the 20-year patent.term, it:is expected,

in’certain circumstances, that:applicants may cancel
their claim-to priority by amending the specification
or submitting a new application data sheet (no supple-
mental declaration is necessary) to delete any refer-
ences to prior applications. In a continued prosecution
application (CPA) filed under 37 CFR 1.53(d), no
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amendment may delete the specific reference to-a
prior application assigned the same application num-
ber. (Note: In the CPA, the request is.the specific ref-
erence required by 35 U.S.C. 1200 and 37 CFR
1.78(a)(2) to every- application. assigned the same
application number identified in the request. Further,
in a CPA, a specific reference in the first sentence of
the specification following the title, or.in an applica-
tion data sheet; to a prior application assigned the
same application number is not required .and should
not be made.) Upon entry of the amendment, the
examiner must return the application to the Office of
Initial Patent Examination (QIPE), accompanied by a
completed OIPE Data Base Routing Slip, for correc-
tion of the file wrapper label and for updating the
PAILM data base. For 09/ series applications, it will
not be necessary to forward the.application to QIPE
for correction of the parent application data in PALM.
The correction or entry of the data in the PALM data
base can be made by t techmcal support staff of the TC.
Upon entry of the data, a new PALM b1b data sheet
shouid be prmted ‘and placed in the flle ‘Wrapper.. Sce
also MPEP § 707 05 and § 1302. 09.

SAME INVEN TOR OR INVENTORS

The: “statute’ also requires -that -the appllcauons
claiming ‘benefit of - the- earlier -filing date under
35 U.S:C: 119(e) or 120 be. filed by an inventor or
inventors named in the previously filed appllcanon or
provisional application. Co

TIME PERIOD FOR MAKING A CLAIM FOR
BENEFIT 37 CFR 1.78(2)(2) AND (a)(5))

The time period requirement under 37 CFR
1.78(a)(2) and (a)(5) is only applicable to utility or
plant appllcatmns fi led on or after November 29
2000.

The Amencan Inventors Protection Act of 1999
(AIPA), 'Public Law 106—113 amended 35 U.S.C. 119
and 120 to pr0v1de that the Office may set a time
period for the filmg of benefit claims ‘and establish
procedures to accept an unintentionally delayed bene-
fit claim. The Offlce has implemented these statutory
changes, in pat, by amendmg 37 CFR" 1.78 to
include: (A) &’ time ‘period within which a benefit
claim to a prior nonprovisional or provisional applica-
tion-must be stated or it is considered waived; and (B)
provisions for the acceptance.of the unintentionally
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delayed submission of a claim to the benefit of a pn'or
nonprovisional or provisional application.

" As a result, benefit claims under 35 U.S.C. 119(e)
120, 121 and 365(c) must be made during the pen-
dency of the application and within the later of four
months from the actual filing date of the application
or sixteen months from the filing date of the prior
application. ‘See 37-CFR 1.78(a}2) and (a}5). In
addition, if the prior application is a provisional appli-
cation- filed in" a language other than English, -an
English langiiage translation of the provisional appli-
¢ation must be submitted-during the same time period.
See 37 CFR 1.78(a)(5):; This time period is not
extendable and a failure to submit the reference
required by 35 U.S.C. 119(e) and/or 120, where appli-
cable, within this time period is considered a waiver
of any benefit of such prior application(s) under
35 U.S:C. 119(e), 120,:121 and 365(c).

© If the reference required by 35 U.S.C. 120 and
37CFR 1.78(a)(2) is not submitted within the
required time penod a petition for an unintentionally
delayed claim may be filed. The petition must be
accompanied by: (A) a surcharge under 37 CFR
1.17(t); and (B) a statement that the entire delay
between the date the claim was due under 37 CFR
1.78(a)(2) and the date the claim was filed was unin-
tentional. The Comnissioner may require:additional
information where there -is a question whether the
delay was unintentional. See 37 CFR 1.78(a)(3).

Likewise, if the reference required by 35 U.S.C.
119(e) and 37 CFR 1.78(a)(5) is not submitted within
the required time period, a petition for'an umntentlon—
ally delayed claim may be filed. The petition for an
unintentionally delayed benefit claim must be submit-
ted during the pendency of the nonprovmlonal appli-
cation. The petition. must be accompanied by: (A) a
surcharge under 37 CFR 1.17(t); and (B) a statement
that the entire delay between the date the claim was
due under 37 CFR 1.78(a)(5) and the date the claim
was filed was unintentional. The Commissioner may
requn'e additional information where there is a ques-
tion whether the delay was unmtenuonal See 37 CFR
1. 78(3)(6) -

~ Petitions for an umntentlonally delayed bcneflt
claim should be forwarded to the Office of Petitions.
See MPEP § 1002.02(b). E :

: If a benefit claim is filed after'the requlred time

period and without a petition as required by 37 CFR
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1.78(a)(3) or (a)(6), the applicant should be informed
that the benefit claim was not entered and that a peti-
tion needs to be filed using form paragraph 2.39.

§ 2.39 35 US.C. 11%e), 120, 121 or 365(c) Benefit Claim
is Untimely

The benefit claim filed on [1} was not entered because the
required reference was not filed during the pendency of the appli-
cation and prior to the later of four months from the filing date of
the application or sixteen months from the filing date of the prior
application. See 37 CFR 1.78(a)(2) and (a)(5). If applicant desires
priority undei 35 U.S.C. [2] based upon a previously filed copend-
ing application, applicant must file a petition for an unintention-
ally delayed benefit claim under 37 CFR 1.78(a)(3) or (a)}6). The
petition must be accompanied by: (1) a surcharge under 37 CFR
1.17(t); and (2) a statement that the entire delay between the date
the claim was due unider 37 CFR 1.78(a}(2) or (a)(5) and the date
the claim was filed was unintentional. The Commissioner may
require additional information where there is a question whether
the delay was unintentional. The petition should be directed to the
Office of. Petitions, Box-DAC, Assistant Commissioner for Pat-
ents, Washington, DC 20231.

Examiner Note:

1. Use this form paragraph only for utility or plant apphcatlons
filed on or after November 29, 2000.

2. - Inbracket 1, insert the filing date of the amendment or. paper
contammg the benefit claim. _

3.  Inbracket 2, insert --119(e)--, ~120:-, 121, or -2365(C)~.

WHEN NOT ENTITLED TO BENEFIT OF
FILING DATE

Where ‘the fitst’ apphcatlon {a nonprovisional appli-
cation) is found to be fatally defective because of
insufficient disclosiire to support allowable claims, a
second application filed as a “continuation-in-part” of
the first application to supply the -deficiency-is not
entitled to the benefit of the filing date of the first
application. Hunt Co. v. Mallinckrodt -Chemical
Works, 177 F.2d 583, 587, 83 USPQ 277, 281 (2d Cir.
1949) and cases cited therein.

Any claim in'a  continuation-in-part application
which is directed solely to subject matter adequately
disclosed under 35 U.S.C. 112 in the parent nonprovi-
sional application is entitied to the benefit of the filing
date of the parent nonprovisional application. How-
ever, if a claim in a continuatien-in-part application
recites a feature which was not. disclosed -or ade-
quately - supported - by a proper disclosure -under
350U.8.C. 112 in the parent nonprovisional applica-
tion, but which was first introduced or adequately
supported in the contihuation-in-part application
such.a claim is entitied only to the filing date of the
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continuation-in-part application; i re Chu, 66 E3d
292, 36 USPQ2d 1089 (Fed. Cir. 1995); Transco
Products, Inc. v. Peiformance Contmctmg Inc., 38
F3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994); In re Von
Lagenhoven, 458 F2d 132, 136, 173 USPQ 426, 429
(CCPA 1972), and Chromalloy. American Corp. .v.
Alloy Surfaces Co.; Inc., 339 E. Supp: 859,874, 173
USPQ 295, 306 (D. Del. 1972).

By .way of further- illustration, if the clalms of a
continuation-in-part application which are enly enti-
tled to the continuation-in-part filing date, “read on”
such published, publicly used or sold, or patented sub-
ject matter (e.g., as in a genus- species relatmnshlp) a
rejection under 35 U.S. C.102 would be proper. Cases
of interest in this regard are as follows Mendenhall v.
Cedarapids Inc., 5 F.3d 1557, 28 USPQ2d 1081 (Fed.
Cir. 1993); In re Lukach, 442 F2d 967, 169 USPQ
795 (CCPA 1971); In re Hafner, 410 F.2d 1403, 161
USPQ 783 (CCPA" 1969); In re Ruscetta, 255 F.2d
687, 118 USPQ 101 (CCPA 1958); In re Steenbock,
83 F.2d 912, 30 USPQ 45 (CCPA 1936); Ex parte
Hageman, 179 USPQ 747 (Bd. App. 1971).
201.11(a).. Filing of Continuation or Con-

tinuation-in-Part = Application
Dur:mg Pendency of Interna-
-tional Application Des1gnatmg

the United States

It is possible to file a U.S. national application
under 35 U.S.C. 111(a) and 37 CER. 1.53(b) during the
pendency (prior to the abandonment)-of an interna-
tional application which designates the United States
without completing the requirements for entering the
national - stage under 35- U.S.C. 371(c). See- MPEP
§1895. The ability to take such action is based on pro-
visions of the United States patent law. 35 U.S.C. 363
provides that “An international application designat-
ing the United States shall have the effect. from its
international filing date under article 11 of the treaty,
of a national application for patent regularly filed in
the Patent and Trademark Office...”. 35 U.S.C. 371(d)
indicates that failure to timely comply with " the
requirements of 35 U.S.C: 371(c) “shall be regarded
as abandonment by the parties thereof...”. It is-there-
fore clear that an international application which des-
ignates the United States has the effect of a pending
U.S. application from the international application fil-
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ing date until ity abandonment as to the United States.
The first sentence of 35 U.S.C."365(c) specifically
pr0v1des that “In accordance with the conditions and
requirements of section 120 of this title,... a nauonal
application shall be entitled to the benefit of the filing
date of a prior international application designating
the United States.” The condition of 35 U.S8.C.-120
relatmg to the time of filing requires the later applica-
tion to be “flled before the patenting or abandonment
of or termination of proceedings on the first appllca-
tion...”. The filing of a continuation or continuation-
in-part application of an international application may
be usetul to patent applicants where the oath or decla-
ration required by 35 U.S.C. 371(c)(4) cannot be filed
as reqmred by 37 CFR 1.494 or 1.495. An apphcant
filing an application under 35 U.S.C. 111(a) and 37.
CFR 1.53(b) may obtain additional time to file the
oath or -declaration: under 37 CFR I 53(f) and
1.136(a). -

A continuing application under 35 U.S.C. 365(0)
and 120 must be filed before the abandonment or pat-
enting of the prior nonprov1s1onal apphcauon See
37CFR1494and1495 S o

201 12 A581gnment Carries Title

: Ass1gnment of an original- apphcauon carries t1t1e
to any divisional, continuation, or reissue application
sterriming from the original application and filed after
the date of asmgnment See’ MPEP § 306. When the
assignment is in a provisional application, see MPEP
§ 306.01. : :

201.13  Right 'o'f-‘Priori.'ty of

Foreign Application

Under certain conditions and on fulfilling certain
requirements, an application_for patent filed in ‘the
United States may be entitled to the benefit of the fll-
ing date of a prior application filed in a foreign coun-
try, to overcome an intervening reference or for
similar purposes. The conditions are spec1ﬁed in 35
us. C 119(a)~(d) and (f).

35 US.C. 119. Benefit of earlier ﬁlmg date; rzght of
priority.

(a) An application for patent for an invention filed in this
country by any person who has, or whose legal representatives or
assigns have, previously regularly filed an application for a patent
for the same invention in a foreign country which affords similar
privileges in the case of applications filed in the United States or
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to citizens of the United States, or in a WTO member country,
shall have the same effect as-the same application would have if
filed in this country on the date on which the apphcatlon for patent
for the same invention was first filed in such foreign couritry, if
the ‘application in this country is filed within twelve months from
the carliest date on which such foreign application was filed; but
no patent shall be granted on any application for patent for an
invention which had been patented or described in a printed publi-
cation in any country more than one year before the date of the
actual ﬁhng of the appllcauon in this country, or which had been
in public use or on sale in this country more than one year prior td
such filing.

(B)(1)No -application for patent shall be entitled to this right
of priority unless a claim-is filed in the Patent -and Trademark
Office, identifying the foreign application by specifying the appli-
cation number on that foreign application, the intellectual property
authority or country in or for which the application was filed, and
the date of filing the application, at such time during the pendency
of the application as required by the Director.

(2) The Ditector may consider the failure of the applicant
to file a timely claim for priority as-a waiver of any such
claim.The Director may establish procedures, including the pay-
ment of a surcharge, to accept an unintentionally de]ayed claim
under this section.

(3) The Director may reqm:e a ceruﬁed copy of the’ Oﬂgi-
nal foreign application, specification, and drawings upon which it
is based, a translation if not in the English language, and such
ofher information as the Director considers necessary. Any such
certification shall be made by the foreign intellectual ‘property
authority in which the foreign application was filed and show the
date of the application and of the filing of the specification and
other papers.

(c¢) In .like manner and subject to. the same conditions and
requirements, the right provided in this section may be based upon
4 subséquent regularly filed application in the same foreign coun-
try instead of the first filed foreign application, provided that any
foreign application filed prior to such subsequent application has
been withdrawn, abandoned, or otherwise disposed of, without
having been laid open to public inspection ‘and without leaving
any rights outstanding, and has not served, nor thereafter shall
serve, a8 a basis for claiming a right of priority.

(d) Applications for inventors’ certificates filed in a foreign
country in which applicants have a right to apply, at their discre-
tion, either for a patent or for an inventor's certificate shall be
treated in this country in the same marner and have the same
effect for purpose of the right of priority under this section as
applications for patents, subject to the same conditions and
requirements of this section as apply to applications for patents,
provided such applicants are entitled to the benefits of the Stock-
holm Revision of the Paris Convention at the time of such filing.

-t oskdeskoks

37 CFR 1.55. Claim for foreign priority.

() ‘An applicant in a nonprovisional application may claim
the benefit of the filing date of one or more prior foreign applica-
tions under the conditions specified in 35 U.S.C. 119(a) through
(d) and:(f), 172, and 365(a) and (b).
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(()In an original application -filed under 335 U.8.C.
111¢a), the claim for priority must be presented during the pen-
dency of the application, and within the later of four months from
the actual filing date of the application or sixteen months from the
filing date of the prior foreign application This time period is not
extendable. The claiin must identify the foreign application for
which priority is-claimed, as well as any foreign application for
the same subject matter and having a filing date before that of the
application for which priority is claimed, by specifying the appli-
cation number, country (or intellectoal property authority), day,
month, and year of its filing. The time period in this paragraph
does not apply to an application for a design patent.

(ii} In an application that entered the national stage
from an international application after compliance with 35 U.S.C.
371, the claim for priority must be made during the pendency of
the application and within the time Yimit set forth in the PCT and
the Regulatlons under the PCT. _

(2) The claim for priority and the certified copy of the
foreign application specified in 35 U.S.C." 119(b) or PCT Rule 17
must, in any evernt, be filed before the patent is granted. If the
claim for priority or the certified copy of the foreign application is
filed-after the date the issue fee is paid, it must be accompanied by
the processing fee set forth in § 1.17(1), but the patent will not
include the priority claim unless corrected by a ceruﬁcate of cor-
rection under 35 U.5.C. 255 and § 1,323

3 When the application becomes involved in an interfer-
ence (§ 1.630), when necessary to overcome the date of a refer-
ence relied upon by the examiner; or when deemed necessary by
the examiner, the Office may require that the claim for priority
and the certiﬁed copy of the foreign apphcation be filed earlier
than pr0v1ded in paragraphs (a)(1) or (a)(2) of this section.

(4) An English language translation of & non-English lan-
guage foreign application is not required except when the applica-
tion is involved in an interference (§ 1.630), when necessary to
overcome the date of a reference relied upon by the examiner, or
when specifically required by the examiner. If ‘an English lan-
guage transtation is required, it must be filed together with a state-
ment that the translation of the certified copy is accurate,

sk

The period of 12 months specified in this section is
6 months in the case of designs, 35 U.S.C. 172. See
MPEP § 1504.10.

The conditions, for benefit of the ﬁlmg date of a
prior application filed in a forelgn country, may be
listed as follows:

(A) The foreign application must be one filed in
“a foreign country which affords similar privileges in
the case of applications filed in the United States or to
citizens of the United States or in a WTO member
country.” .
(B) The foreign apphcatlon must have been fﬂed
by the same applicant (inventor) as the applicant in
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the United States, or by his or her legal representa-
tives or assigns.

(C) The application, or its earliest parent United
States application under 35 U.S.C. 120, must have
been filed within 12 months from the date of the earli-
est foreign filing in a “recognized” country as
explained below. '

{D) The foreign application must be for the same
invention as the application in the United States.

(E) For an original application filed under
35 U.8.C. 111(a) (other than a design application) on
or after November 29, 2000, the claim for priority
must be presented during the pendency of the applica-
tion, and within the later of four months from' the
actual filing date of the application or sixteen months
from the filing date of the prior foreign apphcauon
This time period is not extendable.

(F) For applications that entered the national
stage from an international application filed on or
after November 29, 2000, after compliance with
35 U.S.C. 371, the claim for priority must be made
during the pendency of the application and within the
time limit set forth in the PCT Article and Regula-
tions. -

(Q) In the case where the basis of the claim is an
application for an inventor's certificate, the require-
ments of 37 CFR 1.55(b) must also be met.

Applicant may be informed of possible priority
rights under 35 U.S.C. 119(a)-(d) by usmg the word-
ing of form paragraph 2.18.

¥ 2.18 Right of Priority Under 35 U.5.C. 119(a)-(d)

Applicant is advised of possible benefits under 35 U.S,C.
119¢a)-(d), wherein an application for patent filed in the United
States may be entitled to the benefit of the filing date of a prior
application filed in a foreign country.

RECOGNIZED COUNTRIES OF FOREIGN

FILING

The right to rely on a foreign application is known
as the right of priority in international patent law and
this phrase has been adopted in the U.S. statute. The
right of priority originated in a multilateral treaty of
1883, to which the United States adhered in 1887,
known as the Paris Convention for the Protection of
Industrial Property (Paris Convention). The treaty is
administered by the World Intellectual Property Orga-
nization (WIPO) at Geneva, Switzerland. This treaty
has been revised several times, the latest revision in
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effect being written in Stockholm in July 1967 (copy
at Appendix P of this Manual). Articles 13-30 of the
Stockholm Revision became effective on September
5, 1970. Articles 1-12 of the Stockholm Revision
became effective on August 25, 1973. One of the
many provisions of the treaty requires each of the
adhering countries to accord the right of priority to the
nationals of the other countries and the first United
States statute relating to this subject was enacted to
carry out this obligation. There is another treaty
between the United States and some Latin American
couniries which also provides for the right of priority.
A foreign country may also provide for this right by
reciprocal legislation. '

The United States and Taiwan signed an agreement
on priority for patent and trademark applications on
April 10, 1996, and Taiwan is now a country for
which the right of priority is recognized in the United
States. Applicants seeking patent protéction in the
United States may avail themselves of the right.of pri-
ority based on patent applications filed in Taiwan, on
or after April 10, 1996. ' '

An application for patent filed in the United States
on or after January 1, 1996, by any person who has, or
whose legal representatives or assigns have, previ-
ously filed an application for patent in Thailand shall
have the benefit of the filing date in Thailand in
accordance with 35 U.S.C. 119 and 172. '

NOTE: Following is a list of countries with respect
to which the right of priority referred to in 35 U.S.C.
119¢a)-(d) has been recognized. The letter “T” follow-
ing the name of the country indicates that the basis for
priority in the case of these countries is the Paris Con-
vention for the Protection of Industrial Property (613
0.G. 23, 53 Stat. 1748). The letter “P” after the name
of the country indicates the basis for priority of these
countries is the Inter-American Convention relating to
Inventions, Patents, Designs, and Industrial Models,
signed at Buenos Aires, August 20, 1910 (207 O.G
935, 38 Stat. 1811). The letter “L” following the name
of the country indicates the basis for priority is recip-
rocal legislation in the particular country. The letter
“W” following the name of the country indicates the
basis for priority is membership in the World Trade
Organization (WTQ). See 35 U.S.C. 119(a). Appli-
cations for plant breeder’s rights filed in WTO mem-
ber countries and foreign UPOV contracting parties
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may be relied upon for priority pursuant to 35U0.8.C.

119(f) and MPEP chapter 1600.

Albama {a, W)

Algeria (1),

Angola (W) 7
Antigna and Bérbuda (1, W)
Argentina (I)

Armenia (I),

Australia (I, W),

Austria (I, W),

Azerbaijan (1),

Bahamas D,

Bahrain (I, W),

Bangladesh (I, W),
Barbados (I, W),

Belarus (I, W),

Belgium (I, W),

Belize (I, W),

Benin (I, W),

Bhutan (D),

Bolivia (1, P, W),

Bosnia and Herzegovina (1),
Botswana (I, W),

Brazil (I, B, W),

Brunei Darussalam (W),
Bulgatia (0, W),

Burkina Faso (I, W), . -
Burundi (I, W)

Cambod1a O,

Cameroon (I, W) :

Canada (IL,W),

Central Afncan Repubhc (I W), -

Chad (I, W),
Chile (I, W),
China (I),
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Colombia (I, W),
Congo (I, W),

Costa Rica (I, B, W),
Cote d’Ivoire (I, W),
Croatia (I, W),

Cuba (I, B, W),
Cyprus I, W), _
Czech Republic (1, W)
Democratlc People 8 Repubhc of Kored (I),
Democrat1c Repubhc of the Congo (I, W)
Denmark (1, W), '
Djibouti (W),

Dominica (I, W),

DPominican Repubhc (I, P, W)

Ecuador (I P, W)

Egypt (I, W),

El Salvador (I, W),

Equatorial Guinea (I},

Estonia (I, W),

European Commumty (W),

F1]1 (W ),

Finland (I, W),

France (I, W),

Gabon (I, W),

Gambia (I, W),

Georgia (I, W),

Germariy (I, W),

Ghana (I, W),

Greece (I, W),

Grenada (I,-W),

Guat'cmala (I, P, W),

Guinea (I, W),

Guinea-Bissau (I , W),

Guyana (I, W), |

Haiti (I, P, W),
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Holy See (D),
Honduras (I, P, W),

Hong Kong Special Administrative Region of China
(I, W),

Hungary (I, W),

Iceland (I, W),

India (I, W),

Indonesia (I, W), _

Iran (Islamic Republic of) (),

g @,
Treland (I, W),

Israel (I, W),

Ttaly (L W),

Jamaica (I, W), -

Japan (I, W)__,

Jordan (I, W),

Kazakstan (I),

Kenya (I, W),

Kuwait (W), -

Kyi"g'yzspan (I, W), _
Lao People’s Demoératic Republic (I), |
Latvia (I, W), B '
Lebanoﬁ D,

Lesotho (I, Wy,

Liberia (I),

Libya (1),

Libyan Arab Jamahiriya (I),
Liechtenstein (I, W),

Lithuania (I, W),

Luxembourg (I, W),

Macau Special Administrative Region of China (I

Madagascar (I, W),

i3

Mali (I, W),

Malta (I, W),
Mauritania (I, W),
Mauritius (I, W),
Mexico (I, W),
Monaco (1),
Mongolia (I, W),
Morocco (I, W),
Mozambique (I, W),
Myanmar (W),
Namibia (W),

Nepal (1),
Netherlands (I, W,),
New Zealand (I, W),
Nicaragua (I, P, W),
Niger (I, W),
Nigeria (I, W),
Norway (I, W),
Oman (I, P),
Pakistan (W),
Panama (I, W),
Papua New Guinea (I, W),
Paraguay (I, P, W),
Peru (I, W),
Philippines (I, W),
Poland (1, W),
Portugal (I, W),
Qatar (I, W),
Republic of Korea (I, W),
Republic of Moldova (I, W),
Romania (I, W),

Russian Federation (I),

Malawi (I, W), Rwanda (I, W),
Malaysia (I, W), Saint Kitts and Nevis (I, W),
Maldives (W), Saint Lucia (I, W),
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Saint Vincent and the Grenadines (I, W),
San Marino (1), '
Sao Tome and Principe (I),

Senegal (T, W),

Sierra Leone (I, W),

Singapore (I, W),

Slovakia (I, W),

Slovenia (I, W),

Solomon Islands (W),

South Africa (I, W),

Spain (I, W),

Sri Lanka (I, W),

Sudan I,

Suriname (I, W),

Swaziland (I, W),

Sweden (I, W),

Switzerland (I, W),

Syrian Arab Republic (I),

Taiwan (L),

Tajikistan (T),

Tanzania, United Republic of (I, W),
Thailand (L, W),

The former Yugoslav Republic of Macedonia (I), .

Togo (I, W),

Tonga (1),

Trinidad and Tobago (I, W),
Tunisia (I, W),

Turkey (I, W),
Turkmenistan (I},

Uganda (I, W),

Ukraine (I),

United Arab Emirates (I, W),
United Kingdom (I, W),
Uruguay (I, P, W),
Uzbekistan (I},
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Venczuela (I, W),
Viet Nam (D),
Yugoslavia (I),
Zambia (I, W),
Zimbabwe (I, W).

Sixteen African Countries have joined together to
create a common patent office and to promulgate a
common law for the protection of inventions, trade-
marks, and designs. The common patent office is
called “Organisation Africain de la Propriete Intellec-
tuelle” (QAPT) and is located in Yaounde, Cameroon.
The English title is “African Intellectual Property
Organization.” The member countries using the OAPL
Patent Office are Benin, Cameroon, Central African
Republic, Chad, Congo, Gabon, Cote d’Ivoire, Mauri-
tania, Niger, Senegal, Republic of Togo, Burkina Faso
Guinea, Guinea-Bissau, Mali and Equatorial Guinea.
Since all these countries adhere to the Paris Conven-
tion for the Protection of Industrial Property, priority
under 35 U.S.C. 119(a)-(d) may be claimed of an
application filed in the OAPI Patent Office.

If any applicant asserts the benefit of the filing date
of an application filed in a country not on this list, the
examiner should inquire of the Office of Legislation
and International Affairs to determine if there has
been any change in the status of that country. It should
be noted that the right is based on the country of the
foreign filing and not upon the citizenship of the
applicant. '

RIGHT OF PRIORITY (35 U.S.C. 119(a)-(d) AND
365) BASED ON A FOREIGN APPLICATION
FILED UNDER A BILATERAL OR MULTILAT-
ERAL TREATY

Under Article 4A of the Paris Convention for the
Protection of Industrial Property a right of priority
may be based either on an application filed under the
national law of a foreign country adhering to the -Con-
vention or on a foreign application filed under a bilat-
eral or multilateral treaty concluded between two or
more such countries. Examples of such {reaties are
The Hague Agreement Concerning the International
Deposit of Industrial Designs, the Benelux Designs
Convention, and the Libreville Agreement of Septem-
ber 13, 1962, relating to the creation of an African
Intellectual Property Office. The Convention on the
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Grant of European Patents and the Patent Cooperation
Treaty (MPEP § 201.13(b)) are further. examples of
such treaties.

A.  The Priority Claim

A priority claim need not be in any special form
and may be a statemnent signed by a registered attor-
ney or agent. A priority claim can be made on filing:
(A) by including a copy of an unexecuted or executed
oath or declaration specifying a foreign priority claim
(see 37 CFR 1.63(c)(2)); or (B) by submitting an
application- data’ sheet specifying a foreign pnonty
claim (see 37 CFR 1.76). :

In claiming priority of a foreign applicatio’n previ-
ously filed under such a treaty, certain information
must be supplied to the U.S. Patent and Trademark
Office. In addition to the application number and the
date of the filing of the application, the following
information is required: (A) the name of the treaty
under which theé application was filed; and (B) the
name and location of the national or intergovernmen-
tal authorlty which received such application.

B.  Certification of the Priority Papers

35 U.S.C. 119(b)(3) authorizes the Office to require
the applicant to furnish a certified copy of priority
papers. Applicants are required to submit the certified
copy of the foreign application specified in 35 U.S.C.
119(b) or PCT Rule 17 before the patent is granted. If
the claim for priority or the certified copy of the for-
eign application is filed after the date the issue fee is
paid, it must be accompanied by the processing fee set
forth in 37 CFR 1.17(i), but the patent will not include
the priority claim unless corrected by a certificate of
correction under 35 U.S.C. 255 and 37 CFR 1.323.
See 37 CEFR1.55(a)(2). Certification by the authority
empowered under a bilateral or multilateral treaty to
receive applications which give rise.to a right of prior-
ity under Article 4A(2) of the Paris Convention will
be deemed to satisfy the certification requirement.

C.  Identity of Inventors

The inventors of the U.S. nonprowsmnal apphca—
tion and of the foreign application -must be the same,
for a right of priority does not exist in the case of an
application of inventor A in the foreign country -and
inventor B in the United States, even though the two
applications may be owned by the same party. How-
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ever, the application in the foreign country may have
been filed by the assignee, or by the legal representa-
tive or agent of the inventor which is permitted in
some foreign countries, rather than by the inventor
himself, but in such cases the name of the inventor is
usually. given in the foreign application on a paper
filed therein. An indication of the identity of inventors
made. in the oath or declaration accompanying the
U.S. nonprovisional application by identifying the
foreign application and stating that the foreign appli-
cation had been filed by the assignee, or the legal rep-
resentative, or agent, of the inventor, or on behalf of
the inventor, as the case may be, is acceptable. Joint
inventors A and B in a nonprovisional application
filed in the United States Patent and Trademark Office
may properly claim the benefit of an application filed
in a foreign. country by A and another application
filed in a foreign country by B, i.e., A and B may each
claim the benefit of their foreign filed applications.
See MPEP § 605.07.

D. Time for Filing U.S. Nonprovisional
Application :

The United States nonprovisional application, or its
carliest parent nonprovisional application under
35 U.S.C. 120, must have been filed within 12 months
of the earliest foreign filing. In computing this
12 months, the first day is not counted; thus, if an
application was filed in Canada on January 3, 1983,
the U.S. nonprovisional application may be filed on
January 3, 1984. The Convention spec1ﬁes in Article
4C(2) that “the day of filing is not counted in this
period.” (This is the usual method of computing peri-
ods, for example a 6-month period for reply to an
Office action dated January 2 does not expire on July
1, but the reply may be made on July 2.) If the Iast day
of the 12 months is a Saturday, Sunday, or Federal
holiday within the District of Columbia, the U.S. non-
provisional application is in time if filed on the next
succeeding business day; thus, if the foreign apphca-
tion was filed on September 4, 1981, the U.S. nonpro-
visional application is in time if filed on September 7,
1982, since September 4, 1982, was a Saturday and
September 5, 1982 was a Sunday and September 6,
1982 was- a Federal holiday. Since January 1, 1953,
the Office has not received applications on Saturdays
and, in view of 35 U.S.C. 21, and the Convention
which provides *“if the last day of the period is an offi-
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cial holiday, or a day on which the Office is not open
for the filing of applications in the country where pro-
tection is claimed, the period shall be extended until
the first following working day” (Article 4C(3), if the
12 months expires on- Saturday, the U.S. application
may be filed on the following Monday. Note Ex parte
Olah, 131 USPQ 41 (Bd. App. 1960). -See, e.g:;
Dubost v. U.S.-Patent and Trademark Office, 777 F.2d
1561, 562,227 USPQ 977,977 (Fed. Cir. 1985).

E. ' Filing of Papers During ' Unscheduled
Closings of tke U. S Patent and Trademark
Ofﬁce : :

37 CFR 1. 9(h) prov1des that the deﬁmtron of “Fed
eral holiday within the District of Columbisg™ includes
an official closing of the Office. When the entire U.S:
Patent and Trademark Office is officially closed for
business for an entire day, for reasons due to adverse
weather or other causes, the Office will ‘conisider each
such day a “Federal -holiday within the District of
Columbia” under 35 U.S.C, 21. Any action or fee
due on such a day may be taken, or fee paid; on the
next succeeding business day the Office is open. In
add1t10n 37CFR 1. 6(a)(1) pr0v1des “It]he U.S. Patent
and Trademark Office is not open for the- filing of cor-
respondence on any day that 154 Saturday, Sunday or
Federal holiday within the District of Columbia” to
clarify that any day thatis'a Saturday, Sunday or Ped-
eral holiday within'the District of Columbia is a day
that the U.S. Patent and Trademark Office is not open
for the filing of apphcatlons within the meaning of
Art1cle 4C(3) of the’ Parls Conventron Note further
that in accordarice with 37 CFR 1. 6(a)(2) even when
the Office is not open for the filing of correSpondence
on any day that i is a Saturday, Sunday or Fedéral holi-
day within the District of Columbia, corréspondence
deposrted as’ Express Mail with the USPS in accor-
dance with 37 CFR 1.10 will’ be conmdered filed on
the date of i 1ts depos1t regardless of whether that date
is a Saturday, Sunday or Federal holiday within the
Dlstrlct of Columbra (under 35 U S C. 21(b) or 3
CFR 1 . '

When the U S Patent and Trademark Offlce is open
for business during any- part of a business day
between 8:30 a.m. and 5:00 p.m., papers are due on
that day.even though the Office may be .officially
closed for some period of time during the business
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day because of anunscheduled event. The procedures
of 37 CFR 1.10.may be used for filing applications.:

Information regarding whether or not the Office is
officially closed on any particular day may be
obtained by calling (703) 308-4357 which transposes
to (703) 308-HELP.

FE Fzrst Forezgn Apphcatwn

The 12 months is from earhest fore1gn fihng except
as pr0v1ded in 35 U. S.C 119(c). If an inventor has
filed an apphcatlon in France on January 4, 1982, and
an identical apphcatlon in the United Kingdom:on
March 3, 1982, and then files in the United States on
February 2, 1983, the 1nvent0r is not entitled to the
right of priority at all; the inventor would not be enti-
tled o the benefit of the date of the French application
since this application was fﬂed more than twelve
months before the U.S. appheatron and the inventor
would not be entitled to the benefit of the date of the
United Kingdom application since this application is
not the first one filed. Ahrens v. Gray, 1931 C.D. 9,
402 0.G. 261 (Bd. App. 1929). If the first foreign
application was filed in a country which is not recog-
nized with respect to the nght of prlonty, it is disre-
garded for th1s purpose

Public Law 87- 333 modtﬁed 35 1. S.C. 119(0) to
extend the nght of priority to subsequent foreign
applrcanons if one carlier filed had been withdrawn,
abandoned, or otherw13e drsposed of, under certain
cond:ltxons :

The United: ngdom and a few other countries
have a system of “post-dating” whereby the filing
date of an application is-changed to a later date. This
“post-dating” of the filing date of the application does
not affect the status of the application with respect to
the right of priority; if the: original filing date is more
than one year prior to the U.S. filing no right of prior-
ity can be based upon the application. See In re
Clamp, 151 USPQ 423 (Comm’r Pat. 1966).

If an applicant has filed two foreign applications in
recognized countries, one outside the year and one
within the year, and the later -application discloses
additional subject matter, a claim in the U.S. applica-
tion specifically limited to the additional disciosure
would be entitled to the date of the:second foreign
application since this would be the first fore1gn apph—
catioh for that subject matter. . . ST
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EFFECT OF RIGHT OF PRIORITY

The right to rety on the fércign filing extends to

overcoming the effects of intervening references or
uses, but there are certain restrictions. For example,

the 1 year bar of 35 U.S.C. 102(b) dates from the U.S.

filing date and not from the foreign filing date; thus if
an invention was described in a printed publication, or
was in public use in this country, in November 1981, a
foreign application filed in January 1982, and a U.S.
application filed in December 1982, granting a patent
on the U.S. application is barred by the printed publi-

cation or public use occurring more than one year

prior to its actual filing in the United States

The right of priority can be based upon an apphca—
tion in a foreign country for a so-called “utility
model,” called Gebrauchsmuster in Germany.

201.13(a) Right of Priority Based
Upen an Application for
an Inventor’s Certlﬁcate

37 CFR 1.55. Claim for foreign priority.

sekedokk

(b) An apphcant in a nonprovmlonal apphcatlon may under
certain citcumstances claim priority on the basis of one or more
applications for an ihventor’s certificate in a country granting both
inventor’s certificates and patents.” To claim the right of priority
on the basis of an application for an inventor’s certificate in such a
country undet 35 U.S.C, 119(d), the applicant when submitting a
claim for such right as specified in paragraph (a) of this section,
shall include an affidavit or declaration. The affidavit or declara-
tion must include a specific statement that, upon an investigation,
he or she is satisfied that to the best of his or her knowledge, the
applicant; when filing the application for the inventor’s certificate,
had the opticn to file an application for either a patent or an inven-
tor’s certificate as to the subject matter of the identified claim or
claims forming the basis for the claim of priority.

An inventor’s certificate may form the basis for
rights of priority under 35 U.S8.C. 119(d) only when
the country in which they are filed gives to applicants,
at their discretion, the right to apply, on the same
invention, either for a patent or for an inventor’s cer-
tificate. The affidavit or declaration specified. under
37 CFR 1.55(b) is only required for the purpose of
ascerfaining whether, in the country wherethe appli-
cation for an inventor’s certificate originated, this
option generally existed for applicants with respect to
the particular subject matter of the invention involved.
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The requirements of 35 U.S.C. 119(d) and 37 CFR
1.55(b) are not intended, however, to probe into the
eligibility of the particular applicant to exercise the
option in the particular priority application involved.

It is recognized that certain countries that grant
inventors’ certificates also provide by law that their
own nationals who are employed in state enterprises
may only receive inventors’ certificates and not pat-
ents on inventions made in connection with their
employment. This will not impair their right to be
granted priority in'the United States based on the fil-
ing of the inventor’s certificate.

Accordingly, affidavits or declarations filed pursu-
ant to 37 CFR 1.55(b) need only show that in the
country ‘in which the original inventor’s certificate
was filed, applicants generally have the right to apply
at their own option either for a patent or an inventor’s
certificate as to. the particular subject matter of the
invention..

Priority rights on the basis of an inventor’s certifi-
cate apphcatlon will be honored only if the apphcant'
had the option or dlscrenon to file for either an inven-
tor’s certificate or a patent on his or her invention in
his-or her home:country. Certain countries which
grant both patents ‘and inventor’s certificates issue-
only inventor’s certificates on certain subject matter,
generally pharmaceutmals foodstuffs, and cosmetics.

To ensure compliance with the treaty and statute,
37CFR 1 .55(b) provides that at the time of claummg
the benefit of priority for an inventor’s certificate, the
applicant or his or her attorney must submit an affida-
vit or declaration stating that the applicant when ﬁhng
his or her application for the inventor’s certificate had
the option either to file for a patent or an inventor’s
certificate as to the subject matter formmg the ba51s
for the claim of pnonty -

Effectlve Date

37 CFR 1.55(b) onglnally ‘went into effect on
Aungust 25, 1973, which is the date-on which the inter-
national treaty entered into force with respect to the
United States. The rights of priority based on an ear-
lier filed inventor’s certificate shall be granted only
with respect to U.S. patent applications where both
the carlier application and the U.S. patent application
were filed in their respective countries following this
effective date.
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01 13(b) Right of Priority Based Upon

~an International Application
' _Flled Under the Patent
,__Cooperatlon Treaty

35U.5.C. 365. Right of pnor:ty, benefit of the ﬁlmg date of
a priot application.

(a) In accordance with the conditions and réquirements of
subsections (a) through (d) of section 119 of this title, a naticnal
application shall be entitled to the right of priority based on a prior
filed international application which designated at-least one coun-
try other than the United States. :

(b) In accordance with the conditions and reqmrements of
section' 11%a) of this tifle and the treaty and the Regulations, an
international application designating the United States shall be
entitled to the right of priority based on a prior foreign applica-
tion, or a prior international apphcauon des1gnat1ng at least one
country other than the United States.

(c) In accordance with the conditions and requlremcnts of
section 120 of this title, an international apphcaﬂon des1gnat1ng
the United States shall be entitled to the benefit of the filing date’
of a prior national application or a prior international application
designating the United States, and a national application shall be
entitied to the benefit of the filing date of a prior international
application' designating the United: States. If any claim for the ben-
efit of an earlier filing date is based on-a prior international appli-

cation which designated but did not originate in the United States,

the Director may require the filing in the Patent and Trademark
Office of a certified copy of such apphcatlon together with a
translation thereof into the Enghsh 1anguage if it was fﬂed in
another language

35US.C. 365(a) provides that a nat1ona1 apphca—
tion shall be entitled to the right of pricrity based on a,
prior mtemauonal apphcatmn of whatever origin,
which designated any country other than, or in addi-
tion to, the United States. Of course, the conditions
prescribed by section 119(a)- (d) of title 35 U. S.C.,
which deals with the righit of priority based on earlier
filed foreign applications, must be complled with,

35 U.S.C. 365(b) provides that an mternatlonal
application designating the United States shall be enti-
tled to the right of priority of a prior foreign applica-
tion which may either be another international
application or a regularly filed foreign application.
The international application upon which the claim of
priority is based can either have been filed in the
United States or a foreign country; hewever, it must
contain the designation of at least one country other
than, or in addition to, the United States.-

:As far as the actual place of filing is concerned for
thc purpose of 35 U.8.C. 365(a) and (b) and 35 U.S.C.
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119(a)-(d) and (f), an international application desig-
nating a courtry is considered to be a national appli-
cation’ regularly filed in that country on the
international filing date irrespective of whether it was
physically filed in that country, in another country; or
in an - 1ntergovernmental ‘organization actmg as
Recelvmg Ofﬁce for a country. '

An international apphcatlon which seeks to estab-
lish the right of priority will have to comply with the
condltlons and requlrements as prescribed by the
Treaty and the PCT Regulauons in order to avoid
reject10n of the claim to the rlght of priority. Refer-
ence is especially made to the requirement of making
a declaration of the claim of priority at the time of fil-
ing of the international application (Article 8(1) of the
Treaty and Rule 4.10 of the PCT Regulations) and the
requirement of either filing a certified copy of the pri-
ority document with the international application, or
submitting a certified copy of the priority document to
the International Bureau at a certain time (Rule 17 of
the PCT Regulations). The submission of the priority
document to the International Bureau is only required
in those instances whete priority is based on an earlier
filed foreign rational application.

Thus, if the priority document is an earlier national
application and did hot accompany the international
application when filed with the Receiving Office, an
applicant must submit such document to the Interna-
tional Bureau not later than 16 months after the prior-
ity date.” However, should an applicant request early
processing of his or her international apphcatlon in
accordance with Axticle 23(2) of the Treaty, the prior-
ity document would have to be submitted to the Inter-
national Bureau at that time (Rule 17.1(a) of the PCT
Regulations): If priority is based on an earlier interna-
tional application, a copy does not 'have to be filed,
either with the Receiving Office or the International
Bureau, since the latter is already in possession of
such international application.

The formal requirements for obtaining the right of
priority under 35 U.S.C. 365 differ somewhat from
those imposed by 35 U.S.C. 119(a)-(d) and (f),
although the 1-year bar of 35 U.S.C. 102(b), as
required by the last clause of section 119(a) is the
same. However, the substantive right of priority is the
same, in-that it is derived from Article 4 of the Paris
Convention for the Protection of Industrial Property
(Article 8(2) of the Treaty).
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35 U.S.C. 365(c) recognizes the benefit of the filing
date of an earlier application under 35 U.S.C. 120.
Any international application designating the United
States, whether filed with a Receiving Office in this
country or abroad, and even though other countries
may have also been designated, has the effect of a reg-
ular national application in the United States, as of the.
international filing date. As such, any later filed
national application, or international application des-
ignating the United States, may claim the benefit of

the ﬁlmg date of an earlier international application’

designating the United States, if the requirements and
conditions of section 120 of title 35 U.S.C. are ful-
filled. Under the same circumstances, the benefit of
the earlier filing date of a national application may be
obtained in a later filed international application des-
ignating the United States. In those instances, where
the applicant relies on an international application
designating, but not originating in, the United States
the Commiissioner may require submission of a copy
of such application together with an English transla-
tion, since in some instances, and for various reasons,
a copy of that international application or its transla-

tion may not otherwise be filed in the U.S. Patent and
In addition, for nonprovisional

Trademark Office.
applications filed on or after November 29, 2000 that
claim priority under 35 U.S.C.120 and 365(¢) to an
earlier international application, the first sentence of
the specification must include an indication of
whether the international application was published in
English under PCT Article21(2).

PCT Rule 17.
The Priority Document

17.1. Obligation to Submit Copy of Earlier National or
International Application

(a} Where the priority of an earlier national or international
application is claimed under Article 8, a copy of that earlier appli-
cation, certified by the authority with which it was filed (“the pri-
ority decument™), shall, unless él_ready filed with the receiving
Office together with the international application in which the pri-
ority claim is made, and subject to paragraph (b), be submitted by
the applicant to the International Bureau or to the receiving Office
not later than 16 months after the priority date, provided that any
copy of the said earlier application which is received by the Inter-
national Bureau after the expiration of that time limit shall be con-
sidered to have been received by that Bureau on the last day of
that time limit if it reaches it before the date of 1ntemat10nal pubh—
cation of the international applcation.
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(b). Where the priority document.is issued-by. the receiving
Office, the applicant may, instead of submitting the priority docu-
ment, request the receiving Office to prepare and transmit the pri-.
ority document to the International Bureau. Such request shail be
made not later than 16 months after the pricrity date and may be
subjected by the receiving Office to the payment of a fee.

(c) If the requirements of neither of the two preceding para-
graphs are complied with, any designated State may disregard the
priority claim, provided that no designated Office shall disregard
the priority claim before giving the applicant an opportunity (o
furnish the priority document within a time limit which shall be
reasonable under the circumstances.

17.2. Availability of Copies

(a) Where the applicant has complied with Rule 17.1(a) or
(b), the International Burean shall, at the specific request of the
designated Office, promptly but not prior to the international pub-
lication of the international application, furnisk a copy of the pri:
ority document to that Office. No such Office shall ask the
applicant himself to furnish it with a copy. The applicant shall not
be required to furnish a translation to the designated Office before
the expiration of the applicable time lirnit under Article 22. Where
the applicant makes an express request to the designated Office
under Agticle 23(2) prior to the international publication of the
international application, the International Bureau shall, at the
specific request of the designated Office, furnish a copy of the pri-
ority document to that Office promptly after receiving it.

(b} The International Bureau shall not make copies of the
priority document available to the public prior to the international
pubhcatlon of the international application,

(c) Where the international applcation has been published
under Article 21, the International Bureau shall furnish a.copy of
the priority document to any person upon request and subject. to
reimbursement of the cost unless, prior to that publication:

(1) the international apphcatlon was withdrawn,
(ii) the relevant priority claim was withdrawn or con31d—

ered, under Rule 265"5.2(13), not to have been made.
' (iii) [Deleted]
(d) [Deleted]

37 CFR 1.451. The priority claim and priority document in
an international application.

(2) The claim for piority must, subject to paragraph (d) of
this section, be made on the Request (PCT Rule 4.10) in a manner
complying with sections 110 -and !15 of the Administrative
Instructions.

(b) Whenever the prlonty of an earlier United States natlonal
application or.international application filed with the United
States Receiving Office is claimed in an international application,
the applicant may request in a letter of fransmittal accompanying
the international application upon filing with the United States
Receiving Office or in a separate letter filed in the United States
Receiving Office not later than 16 months after the priority date,
that the United States Patent and Trademark Office prepare a cer-
tified copy of the prior application for transmittal to the Interna-
tional Bureau (PCT Article 8 and PCT Rule 17). The fee for
preparing a certified copy is set forth in § 1.19¢b)(1).
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(c) If a certified copy of the priority document is not submit-
ted together with the international application on filing, or, if the’
priority application was filed in the United States:and a request
and -appropriate payment for preparation of such a certified copy
do not accompany the international application on filing or are not
filed within 16 months of the priority date, the certified copy of
the pricrity document must be furnished by-the applicant to the
International -Bureau- or to the United States Receiving Office
within the time limit specified in PCT Rule 17.1(a), -

~ (d) The applicant may cormrect or add a pfiority claim in
accordance with PCT Rule 26%%.1.

201.14  Right of Priority, Formal

Requirements

Under the statute (35 US.C. 119(b)) an apphcant
who wishes to secure the nght of priority must com-
ply with. certain- formal requirements within a time
specified. If these requirements are not complied with
the right of priority IS lost and" cannot thereafter be
asserted. :

JFor nonprovisional applications filed prior to
November 29, 2000-and which have not been volun-
tarily published, the requirements of the statute are (a)
that the applicant must file a claim for the right and
(b) he or she must alsofile a certlﬁed copy of the orig-
inal foreign application; these papers must be filed
within a certain time limit. The maximum time limit
specified in the statute is that the claim for priority
and the priority papers must be filed before the patent
" is granted, but the statute gives the Commissioner
authority to st this time limit at an earller time during
the pendency of the application. Where a_‘cl:_cum for
priority under 35 U.S.C. 119(b) has not been made in
the parent application, the claim for priority may be
made in a continued prosecution application (CPA)
filed under 37 CER 1.53(d) or FWC application filed
under former 37 CFR 1.62, prov1ded the parent appli-
cation has been filed within 12 months from the date
of the earliest foreign filing. If the required papers are
not filed within the time limit set the right of priority
is lost. A reissue was grarted in Brenner v. State of
Israel, 400 F.2d 789, 158 USPQ 584 (D.C. Cir. 1968),
where the only ground urged was failure to file a certi-
fied copy of the original foreign. apphcat1on to obtain
the right of foreign priority under 35 U.S. C 119
before the patent was granted.

1t should be particularly noted that these papers
must be filed in all cases even though they may not be
necessary during the pendency of the application to
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overcome the date of any reference. The statute also
gives the Commissioner authority to require a transla-
tion of the foreign documents if not in the English lan-
guage and - such . other ~information. as the
Commissioner may deem necessary. -

For ~original applications filed under

35 U.8.C.111(a) (other than a design ap_plic_atioh Y on

or after November 29, 2000 and applications in which
apphcant requests voluntary pubhcauon the require-
ments of the statute are that the apphcant must (a) file
a clalm for the nght of priority and (b) identify the
orlgmal,for_elrgn application by specifying the applica-
tion number of the foreign application, the intellectual
property authority or country in which the application
was filed and the date of f111ng of the apphcatlon

These papers must be filed within a certain time limit.

The time limit specified in 35 U.S.C. 119(b)(1) is that
the claim for priority and the required 1dent1f1eat10n
information must be filed at such time during the pen-
dency of the application as set by the Commissioner.
The Commissioner has by rule set this time limit as
the later of four months from the actual fllmg date of
the application or sixteen months from the filing date
of the prior foreign application. See 37 CFR
1.55(a)(1)(3). This time perlod is not extendable In an
application that entered the national stage from an
international application. after comphance with 35
U.S.C. 371, the claim for priority must be made dur-
ing the pendency of the application and within the
time limit set forth in the PCT and the Regulauons
under the PCT. See 37 CFR 1.55(a)(1)(ii). Claims for
foreign priority not presented within the time period
specified in 37 CFR 1.55(a)(1)(i) are considered to
have been waived. If a claim for priority under 35
U.S.C.119(a) - (d) or (f), or 365(a) is presented after
the time penod set in 37 CFR 1.55(a)(1)(i), the claim
may be accepted if it includes the required identifica-
tion information and is accompanied by a grantable
petition to accept the unintentionally delayed claim.
for priority. See 37 CFR 1.55(c). In addition, 35
U.S.C. 119(b)(3) gives the Comrmissioner authority to
require a certified copy of the foreign application and
an English translation if the foreign application is not
in the English language and such other information as
the Commissioner may deem necessary. The Com-
missioner has by rule, 37 CFR 1.55(a)(2), required a
certified copy of the foreign application to be submit-
ted before the patent is granted. If the certified copy of
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the foreign application is submitted after the payment
of the issue fee, it must be accompanied by the pro-

cessing fee set forth in 37 CFR 1. 17(1) See MPEP§:

201.14(a).

Unless provided in an apphcauon data shcet,
37 CFR 1,63 requires that the oath or declaration must
identify the foreign application for patent or inven-
tor’s certificate for which priority is claimed under
37 CFR 1.55, and any foreign applications having a
filing date before that of the application on . which pri-
ority is claimed, by specifying the application num-
ber, country, day, month, and year of its filing.

201.14(a) Right of Priority, Time
for Filing Papers -

The time for filing the priority papers required by
the statute is specified in 37 CFR 1.55(a).

37 CFR 1.55. Claim for foreign priorizy.

(2) An applicant in a nonprovisional application may claim’

the benefit of the filing date of cne or more prior foreign applica-
tions under the conditions spcclﬁed in 35 G.5.C. 119(a) through
(d) and (), 172, and 365(a) and (b).

()(DHIn an original application filed under 35 US.C
111(a), the claim for priority must be presented during the pen-
dency of the application, and within the later of four months from
the actual filing date of the application or sixteen months from the
filing date of the prior foreign application This time period is not
extendable. The claim must identify the foreign application for
which priority is claimed, as well as’any foreign' application for
the same subject matter and having a filing date before that of the.
application for which priority is claimed, by specifying the appli-
cation number, country (or intellectual preperty authority), day,
month, and year of its filing. The time peried in this paragraph
does not apply to an application for a design patent,

(ii) In an application that entered the national stage
from an international application after compliance with 35 U.S.C.
371, the claim for priority must be made during the pendency of
the application and within the time limit set forth in the PCT and
the Regulations under the PCT.

{2) The claini for priotity and the certified copy of the
foreign application specified in 35 U.S.C. 119(b) or PCT Rule 17
must, in any event; be filed before the patent is granted: If the
claim for priority or the certified copy of the foreign application is
filed after the date the issue fee is paid, it must be accompanied by
the processing fee set forth in § 1.17(i), but the patent will not
include the priority claim unless corrected by a certificate-of cor-

rection under 35 U.S.C. 255 and § 1.323 ; :

(3} When the application becomes.involved in an mterfer—
ence (§ 1.630), when necessary to overcome the date of a refer-
ence relied upon by the examiner, or when deemed necessary by
the examiner, the Office may require that the claim for priority
and the certified copy of the foreign apphcatlon be flled carher
than provided in paragraphs (a)(1) or (a)(2) of this section.
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(4).An English language translaticn of a non-English lan-
guage foreign application is not required except when the applica-
tion is involved in an interference (§ 1.630), when necessary to
overcome the date of a reference relied upon by the examiner, or
when specifically required by the examiner. If an English lan-
gudge transtation i required, it must be filed together with a state-"
ment that the translation of the certified copy is accurate.

Fap ek

(c) Unless such claim is- accepted in accordance with the
provisions of this paragraph, any claim for priority under. 33
U.S.C. 119(a) through (d) and (f}, or 365(a) not presented within
the time period provided by paragraph (a) of this section is consid-
ered to have been waived. If a claim for priority under 35 U.S.C.
119¢a) through (d) and (f), or 365(a) is presented after the time:’
period provided by paragraph (a) of this section, the claim may be
accepted if the claim identifying the prior foreign application by
specifying its apphcatron numbet, country (or intellectual prop-
erty authority), and the day, month, and year of its filing was unin-
tenticnally delayed. A petition to accept a delayed claim for.
priority under 35 U.S.C. 119(a) through (d) and (f) or 365{a) must-
be accompanied by:

(1) The surcharge set forth in § 1.17(t); and

] _ (2) A statement that the entire delay between the date the
claim was. due under paragraph (2)(1) of this section and the date
the claim ‘was filéd was unintentional. The Commissioner may
réquire additional information where there is a question whether
the delay was unintentional.

1t should first be noted that the Comrmsswner has.
by rule specified an carlier ultimate date than the date
the patent is granted for filing a claim and a certified
copy. For original applications filed under 35 U.S.C.
111(a) (other.than a design application) on or after
November 29, 2000 and applications in which. appli-
cant requests voluntary- publication, a claim for for-
eign priority must be presented during. the pendency.
of the application, and within the later of four months
from the actuoal filing date of the application or sixteen
months from the filing date of the prior foreign appli-
cation. See 37 CFR1.55(a)(1)(i). This time period is
not extendable. For  applications ‘that entered the
national stage from an international application filed
on or after:November 29, 2000, after compliance with
35 U.S.C. 371, the claim for priority must be made
during the pendency of the application and within the
time limit:set forth in the PCT and the Regulations
under the PCT. Any foreign priority claim not pre-
sented within: the time period set in 37 CFR
1.55(a)(1)(i) is considered to have been waived. If a
claim for foreign priority is presented after the time
period set in 37 CFR- 1.55(a)(1)(i), the claim may
be accepted if-the claim properly identifies the prior
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foreign application-and is accompanied by a grantable
petition'to accept an unintentionally delayed claim for

priority. A grantable petition to accept an unintention-

ally delayed clalm for priority must incliide the sur-
charge set forth in 37 CFR 1.17(t) and a statement that
the entire delay between the date the claim:was due
under 37 CFR 1.55(a)(1) and the date the claim was
filed was unintentional. The Commissioner may
requlre additional information where there-is a ques-
tion whether the delay was un1ntent1ona1 See
37 CFR1.55(c).

‘For nonprovisional apphcatlons ﬁled prmr to
November 29, 2000 and which have not been volun-
tarily published, and for design applications" a-claim
for foreign priority may be made up until the time
when the patent is granted PI‘lOI‘lty claims and certi-
fied copies of foreign applications filed after payment
of the issue fee will be placed in the application file
but will not be rev1ewed as explamed in further detail
below - : -

~ For all applications, assuming the claim for foreign
pn0r1ty has been made, the latest time at which the
papers may be f11ed without a processing fee (37 CFR
1.17(i)) is the date of the payment of the issue fee,
except that, under certain circumstances, they are
required at an earlier date. These cucumstances are
specnﬁed in the Tule as

- (A) in the case of 1nterferences in wh1ch event the
papers must be filed within the time. spec1f1ed in the
interference rules;. S

(B) when necessary to overcome the date of aref-
erence relied on by the examiner; and

(C) when spec1f1cally reqmred by the exarmner

~ The claim. for foreign pnonty and the certlf1ed
copy of the foreign application specified in 35 U.S.C..
119(b) or PCT Rule 17 miust, in any event, be filed
before the patent is granted. If the claim for foreign
priority or the certified copy of the foreign application
is filed after the date of payment of the issue fee but
prior to the date of grant of the patent, the priority
claim or certified copy must be accompanied by a
processing fee set forth in.37 CFR 1.17(i). The prior-
ity claim or certified copy will be placed in the file
record but there will be no.review-of the papers.-and
the patent when published will not include the priority
claim. A certificate of correction under 35 U.S.C. 255
and 37 CFR 1.323 can be filed to have the priority
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claim or certified copy considered after publication of
the patent. In addition, for original -applications filed-
under 35 U.S.C. 111(a) (other than a design applica-
tion) on or after November 29, 2000, and any applica-
tions. which have -been voluntarily = published, a
grantable petition to accept.an unintentionally delayed
claim for priority under 37 CFR. 1.55(c) must also be
filed with the certificate of corréction.

-In view of the shortened periods for prosecutiOn
leading to-allowances, it is rec:(jmmended that priority
papers be filed as early as possible. Although 37 CFR
1.55(a)(2) permits the filing of priority papéts up to
and including the date for payment of the issue fee, it
is advisable that such papers be filed promptly after
filing the application. Frequently, priority papers are
found to be deficient in material respects, such as for
example, the failure to include the correct certified
copy, and there is not sufficient time to remedy the
defect. Occasionally, a new oath or declaration may
be necessary where the original oath or declaration
omits the reférence to the foreign fﬂmg' date for which
the benefit is claimed. The early filing of pnorlty
papers would thus be advantageous to applicants in
that it would afford time to explain any inconsisten-
cies that exist or to supply’ any addltlonal documents
that may be necessary : :

It is :also= sugge_sted that a pencil potation of the .
application number of the corresponding U.S. applica-
tion be placed on the priority papers. Such notation
should be placed dlrectly on the prlorlty papers them-
selves even Wwhere a cover letter is attached bearing
the U.S. apphcauon_ data. Experience indicates that
cover letters and priority papers occasionally become
separated, and without the suggested pencil notations
on the priority papers, correlating them withi the corre-
sponding U.S. application becomes exceedingly diffi-
cult, frequently resulting in severe ‘problems for both
the Office and applicant. Adherence to the foregoing
suggestion for making a pencil notation on the prior-
ity document of the U.S. application data will result in
a substanual lessening of the problem

If the priority claim in an ongmal application filed
under 35 U.S.C. 111(a) (other than a design applica-
tion) onor after November 29, 2000, or in an applica-
tion  which apphcant has requestéd voluntary
pubhcatlon is submitted after the time period set forth
in 37 CFR 1. SS(a)(l) and without the required petition
(37 CFR 1.55(c)), the examiner may use the following
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form paragraph to inform applicant that the forelgn
priority claim will not be entered. :

F 2.21.01 35 US.C. 119(a)-(d)} or (f) or 365(a) Fore;gn
Priority Claim is Untimely 7

The foreign priority claim filed on [1] was not entered because
the foreign priority claim was not filed during the time period set
forth in 37 CFR 1.55(a)(1). For original applications’ filed under
35 U.S.C. 111(a) (other than a design application) on or after
November 29, 2000, and any applications which applicant has
requested voluntary publication, the time period is during the pen-
dency of the application and within the later of four months from
the actual filing date of the application or sixteen months from the
filing date of the prior foreign application. For applications that
have entered national stage from an international application filed
on or after November 29, 2000, after compliance with 35 U.S.C.
371, the claim for priority must be made during the pendency of
the application and within the time limit set forth in the PCT and
the Regulations under the PCT. 8ee 37 CFR ' 1.55(a)(1)Gi). If
applicant-desires priority under 33 U.S.C. 119(a)-(d), (f) or 365(a)
based upon a prior foreign application, applicant: must file a. peti-
tion for an unintentionally delayed priority claim (37 CFR
1.55(c)). The petition must be accompanied by (1) a surcharge
under 37 CFR 1.17(t), and (2) a statement that the entire delay
between the date the claim was due under 37 CFR 1.55(¢a)(1) and
the date the claim was filed was unintentional. The Commissioner
may Tequire additional information where there is a question
whether the delay was unintentional. The petition should be
directed to the Office of Petitions, Box DAC, Assistant Commis-
sioner for Patents, Washington, D.C. 20231.

Examiner Note:

1. Use this.form paragraph.only for criginal applications filed
under 35 U.8.C. 111(a) on or after November 29, 2000 and appli-
cations which applicant has requested voluntary pubhcatlon DO
NOT use for foreign applications.

2. - Tnbracket 1, insert the date the amendment or paper contain-
ing the foreign priority claim was filed. .

201.14(b) Right of Priority,
Papers Required

The filing of the priority papers under 35 U.S.C.
119(a)-(d) makes the record of the file of the United
States patent complete. The U.S. Patent and Trade-
mark Office does not normally examine the papers to
determine whether the applicant is in fact entitled to
the right of priority and does not grant or refuse the
right of priority, except as described in MPEP
§ 201.15 and in cases of interferences.

The papers required are the claim for priority and
the certified copy of the foreign application. For origi-
nal applications filed under 35 U.S.C. 111(a) (other
than design applications) on or after November:29,
2000, and applications which applicant has requested
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voluntary publication, the claim for foreign. priority
must identify the foreign application for which prior-
ity is claimed by specifying the application number,
country (or intellectual property authority), day,
month, and year of its filing. In addition, the claim for
priority must also identify any foreign application for
the same subjéct matter having a filing date before
that of the fore1gn apphcauon for which pr10r1ty is
claimed.

For all applications, the claim to priority need be in
no special form, and may be made by a person autho-
rized to sign correspondence under 37 CFR1.33(b).
No special langnage is required in making the claim
for priority, and any expressidn which can be reason-
ably interpreted as claiming the benefit of the foreign
application is accepted as the claim for priority, The
claim _for priority may appear in the oath or declara-
tion, an application data sheet (37 CFR1.76), or the
application transmittal letter with the recitation of the
forelgn apphcatmn See. MPEP § 201.13, paragraph
A.

~The ceruﬁed copy which must be flled is a copy of
the original foreign application with-a certification by
the patent office of the foreign country in which it was
filed. Certified copies ordinarily consist of a copy of
the specification and drawings of the applications as
filed with.a certificate of the foreign patent:office giv-
ing certain information. “Application” in this-connec-
tion is not considered to include formal papers such as
a petition. A copy of the foreign patent as issued does
not comply since the application as filed is required;
however, a copy of the printed specification and draw-
ing of the foreign patent is sufficient if the certifica-
tion indicates that it corresponds to-the application as
filed. .A French patent stamped “Service De La Pro-
priete Industrielle - Conforme Aux Pieces Deposees A
L’ Appui de La Demande™ and additionally bearing a
signed seal is also acceptable in lieu of a certified
copy of the French application.

When the claim to priority-and the certified copy of
the foreign application are received while the applica-
tion is pending before the examiner, the examiner
should make no examination of the papers except to
see that they correspond in number, date and country
to the application identified in the oath or declaration
and contain no obvious formal defects. The subject
matter of the application is not examined to determine
whether the applicant is actually entitled to the benefit
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of the foreign filing date on the basis of the disclosure
thereof.  In addition, for original -applications filed
under 35 U.S.C. 111(a) (other than design applica-
tions) on or-after November 29, 2000, and any appli-
cations -which applicant -has requested -voluntary
publication, the ‘examiner-should make sure.that the
claim for foreign priority is timely. Examiners may
use form paragraph 2.21.01 to.notify applicant that
the foreign priority claim is untimely.

DURING INTERFERENCE
If pnonty papers are filed ini an mterference it is
not necessary to file an additional certzfled copy in the

application file. The’ adnumstratwe patent Judge w111
place them in the apphcatlon ﬁle '

LATER FILED AP_PLICATIONS, R_E_ISSUES'

“Where the benefitof a foreign fllmg date based on a
forelgn application is claimed in a later filed applica-
tion (i.e., continuation, continuation-in-part, division)
or in a reissue application and a certified copy of the
foreigh application as filed, has been filed:in a parent
or related application, it is not necessary -t file an
additional certified copy in the later application. A
reminder of this provision is found in form paragraph
2.20. The applicant.-when making: such claim: for pri-
ority. may. simply identify. the application containing
the. certified copy..In such cases, the examiner should
acknowledge the claim on form P’I‘OL—326 Note
copy in MPEP § 707. .

“Tf the applicant’ fails to call attention to the fact that
the certified copy is'in the parent or related applica-
tion and the examiner is aware of the fact that a claim
for priority under 35 U.S.C. 119(a)-(d) or (f) was
made in the parent application, the examiner should
call applicant’s attention to these facts in"an Office
action, so that if a patent isstes on the later or reissue
application, the priority data will appear in the patent.
In such cases, the language of form: paragraph 2:20
should be used.: : :

5'[ 2 20 Pnorzty Papers in Parent Appl:canon

Applicant is reminded that in order for a patent issuing: on the
instant application o obtain the benefit of priority based on prior-
ity papers filed in parent Application No. 11 under 35 U.S.C.
119¢{a)-(d) or (£}, a claim for such foreign pnonty must be made in
this " application. In ‘making such’ claim, ‘applicant may simply
identify the application containing the priority papers.
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- Where the benefit of a foreigh filing date; based on
a foreign application, is claimed in a later filed appli-
cation or in a reissue application and a certified copy
of the foreign application, as filed, has not been filed
in a parent or related apphcation a cla1m for priority
may be made in the later.application. In re Tangsrud,
184 USPQ 746 (Comun’r Pat. 1973). When such a
claim is made in the later applicatibn and a certified
copy of the foreign application is placed thetein, the
exarmner ‘should ack:nowiedge the clalm on form
PTOL-326 Note copy in MPEP § 707 '

WHERE AN ACTUAL MODEL WAS ORIGI-
NALLY FILED IN GERMANY

The German des1gn statute does not . perm1t an
applicant havmg an establishment or domicile. in the
Federal Republic: of Germany to file design patent
applicationis with the German Patent Office. These
German applicants cari only obtain design protection
by filing papers or an actual depos1t of a model with
the judicial authority (“Amtsgencht”) of their princi-
pal establishment or domicile. Filing with the German
Patent -Office is exclusively reserved for applicants
who have neither an establishment or domicile in the
Federal Republic of Germany. The déposit in an
“Amitsgericht” has the same effect as if deposited at
the- “German Patent Office-and results in a
“Geschmacksmuster” which is effective throughout
Germany, . |
-~ In implementing the Paris Convention, 35 U.S.C.
119(a)-(d) and (f) requires that'a copy of the original
foreign application, specification, and drawings certi-
fied by the patent office of the foreign country in
which filed, shall be submitted to the U.S. Patent and
Trademark Office, in order for an applicant to be enti-
tled to.the right of priority in the United States.

Article 4, section” A(2)- of the Paris Convention
however states that “(a)ny filing that is equivalent to a
regular national filing under the domestic legislation
of any country of the Union . . . shall be recognized as
giving rise to the right of priority.” Article 4D(3) of
the Convention further provides-that countries of the
Union ‘may require any person making a declaration
of priority to produce a copy of the previously filed
application. (description, drawings, etc.) certified as
correct by the authority which received this applica-
tion. C o
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As far as the physical production of a copy of the
earlier filed paper application is concerned, an appli-
cant should have no difficulty in providing a copy,
certified by the authority which received it, if the ear-
lier filed application contained drawings illustrating
the design. A problem, however, arises when the only
prior “regular national filing” consisted of the deposit
of an actual model of the design. 35 U.S.C. 119 is
silent on this subject.

Therefore, the U.S. Patent and Trademark Office
will receive as evidence of an earlier filed German
design apphcauon under 35 US.C. 119(a)-(d), draw-
ings or acceptable clear photographs of the deposited
model faithfully reproducing the demgn embodied
therein together with other required information, cer-
tified as being a true copy by an official of the court
with which the model was originally deposited.

35 U.S.C. 119(a)«(d), prior to amendment by the
American Inventor’ s Protection Act of 1999 (AIPA),
Public Law 106-113, provides for the certification of
the earlier filed application by the patent office of the
foreign country in which it was filed. Because Article
4D(3). of the Paris Convenuon which 35 U.S.C.
119(a)-(d) 1mplements refers to ceruﬁcauon . by
the authority which received such apphcatxon o
the reference to “patent office” in the statute is con-
strued ‘1o extend also to the authority which is in
charge of the design register, i.e., the applicable Ger-
man court. As a consequence, an additional certifica-
tion by the German Patent Office will not be
necessary especially since Article 4D(3) of the Paris
Convention provides that authentication shall not be
required. Effective November 29, 2000, the AIPA
amended 35 U.S.C. 119(b)(3) to state that certification
“...shall be made by the foreign intellectual property
authority in which the foreign application was filed.”
35 U.S.C. 119(b)(3) as amended by the AIPA applies
to applications filed under 35 U.S.C 111(a) and inter-
national apphcatlons complymg with 35 U.S.C. 371,
with filing dates on or after November 29, 2000.

Although, as stated above, a “regular. national fil-
ing” gives rise to the right of priority; the mere sub-
mission of a certified copy of the earlier filed foreign
application, however, may not be sufficient to perfect
that right in.this country. For example, among other
things, an application filed in a foreign country must
contain a disclosure of the invention adequate to sat-
isfy the requirements of 35 U.S.C. 112, in order to
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form the basis for the right of priority in a-later filed
United States application.

201 14(c) nght of Prlorlty, Practlce

Before going into the practice with respect to those
instances in which the priority papers are used to
overcome a reference, there will first be described the
practice when there is no occasion to use the papers,
which will be in the majority of cases. In what follows
in this section it is assumed that no reference has been
cited which requires the pr10r1ty date to be overc_ome

UN TIMELY CLAIM FOR PRIORITY

If the foreign pnonty clalm in an original applica-
tion filed under-35 U.S.C.111(a) (other than a design
application) on-or after November 29, 2000 or an
application in which applicant has requested volun-
tary publication, is submitted after the time period set
in 37 CFR 1.55(a)(1){) and without a petition under
37 CFR 1.55(c), the examiner may use form para-
graph 2.21.01 to notify applicant that the foreign pri-
ority claim will not be entered.

NO IRREGULARITIES  AND PRIORITY
CLAIM TIMELY

-+ When the -papers:under 35 U.S.C. 119(2)-(d) are
received within the time period set forth in 37 CFR
1.55(a)(1), if apphcable they are to be endorsed on
the contents page of the file as “Letter (or amend-
ment) and foreign application”. Assuming that, the
papers are timely and regular in form and that there
are no irregularities in dates, the examiner in the next
Office action will advise the applicant that the papers
have been received on form PTOL-326 or by use of
form paragraph 2.26.

ﬂf 2.6 Claxmed F orelgn Priority - Papers Filed
" Receipt is acknowledged of papers submitted under 35 U, s. C
119(a)-(d), which papers have been placed of record in the file.

Where the priority papers have been filed in
another application, use form paragraph 2.27,

§ 2.27 Acknowledge Foreign Priority Paper in Parent

Acknowledgment is made of applicant’s claim for foreign pri-
ority under 35 U.S.C. 119 (a)-(d). The certlﬁed copy has been
filed in parent Apphcatlon Neo. [1} filed'on [2].

Examiner Ni ol:e

1.-  For problems with: fore1gn pnonty se¢ form paragraphs 2,18
to2.24. oo .
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2. Inbracket 1, insert series code and serial no. of parent. -
The examiner will enter the information specified
in MPEP § 202.03 on the face of the file wrapper or

on the PALM b1b data sheet for 09/ series apphca-
tions.

PAPERS INCONSISTENT WITH A TIMELY
PRIORITY CLAIM

If the certified copy filed does not correspond to the
foreign app11cat10n identified in the application oath
or declaration or an apphcauon data sheet, or if the
application oath or declaration or an application data
sheet does not refer to the particular foreign applica-
tion, the applicant has not complied with the require-
ments of the rule relating to-the oath or declaration. In
such-instances, the Office action, after acknowledging
receipt of the papers, should require the .applicant to
explain the inconsistency and to file a new- oath or
declaration or an application data sheet stating cor-
rectly -the facts -concerning foreign - applications
required by 37 CFR 1. 63 by usmg form paragraph
2.21.

G 2.21 Oath, Declaration or Application Data Sheet Does
Not Contain Reference to Foreign Filing -

Receipt is acknowledged of papers filed under 35 U.S.C.
119(2)-(d) based on an application filed in  [1] on [2]. Applicant
has not complied with the requirements of 37 CFR 1.63(c); since
the oath or declaration does not acknowledge the filing of any for-
eign apphcauon A new oath or declaratlon is required in the
body of which the present apphcatlon should be 1dent1f1ed by
apphcat:lon number and filing date.

Other srtuatlons requlrmg some actlon by t.he exam-
iner are exemphﬁed by other form paragraphs

NO CLAIM FOR PRIORITY

Where applicant has filed a certified copy but has
not made a claim for priority, use form paragraph
2.22. - | o

¥ 2.22 Certified Copy Filed, But No Claim Made

Receipt is acknowledged of a certified copy of the [1] applica-
tion. referred to in the oath or declaration or in an application data
sheet. If this copy.is being filed to obtain the benefits of the for-
eign filing date under 35 U.S.C. 119(a)-(d), applicant should also
file a claim for such priority as required by 35 U.S.C. 119(b). If
the application being examined is an original application filed
under 35 U.S.C. 111¢a) (other than a design application) on ot
after November 29, 2000, or an application in which applicant has
requested voluntary publication;-the- claim for priority. must be
presented during the pendency of the application, and within the
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later of four -months from the actual filing date of the application
or sixteen months from the filing date of the prior foreign applica-
tion. See 37 CFR 1. 55(a)(1)(1) it the apphcauon bemg examined
has’ entcrcd the national stage from an international application
filed on or after November 29, 2000, after compliance with 35
U.S.C. 371, the claim for priority must be made duting the pen-
dency of the application and within the time limit set forth in the
PCT and Regulations of the PCT. See 37 CFR 1.55(a)(1)(ii). Any
claim for priority under 35 U.8.C. 119¢a)-(d) or (f) or 365(a) or (b)
not presented within the time period set forth in 37 CFR
1.55(a)(1) is considered to have been waived. If a claim for for-
eign priority is preserited after the time period set forth in 37 CFR
1.55(a)(1), the-claim may be accepted if the claim properly identi-
fies the prior foreign application and is accompanied by a grant-
able petition to accept an umntentlonally delayeci ‘claim for
pnonty See 37 CFR 1. 55(c) :

Exam.mer Note: :
1. In brackct 1, insert the application number of the foreign
apphcatlon

NOTE: Wherc the apphcant 5 accompanymg letter
states‘that the certified copy.is filed for priority pur-
poses or for the convention date; it is-accepted as a
claim for priority.

FOREIGN APPLICATIONS ALL FILED MORE
THAN A YEAR BEFORE EARL]EST EFFECn
TIVE US. FILING

Where the carlier foreign  application was filed
more than 12 months prior to the U.S. apphcauon use
form paragraph 2.23.

q 2 23 Forergn F Ilmg More Than 12 Months Earlier

Acknowledgment is made of applicant’s claim for priority
under 35 U.8.C. 119(a)-(d) based upon an applrcatron filed in [1]
on [2]. A claim for priority under 35 U.S.C. 119(a)-(d) cannot be
based on said application, since the United States apphcauon was
filed more than twelve. months thereafter.

Exanﬂn'er' Note: "~
1. Inbracket 1, insert the country name.
2. - Inbracket 2, insert the fllmg date of the foreign application.

SOME FOREIGN APPLICATIONS FILED
MORE THAN A YEAR BEFORE U. S. FILING

For example, where a British provisional specifica-
tion was filed more than a year before a U.S. applica-
tion, -but the British complete application was filed
within the year, and certified copies of both were sub-
mitted, language -similar to the following should be
used: “Receipt is-acknowledged of papers filed on
September 18,1979, purporting to comply with the
requirements of 35 U.S.C. 119(a)-(d). - It is not seen
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how the claim for priority can be based on the British
specification filed January 23, 1978, because the
instant application was filed more than one year there-
after. However, the printed heading of the patent will
note the claimed priority date based on the complete
specification; i.e., November 1, 1978, for.such subject
matter as was not disclosed in the provisional specifi-
cation.”

CERTIFIED COPY NOT THE FIRST FOREIGN
APPLICATION

Form paragraph 2.24 may be used to notify appli-
cant that the date for which foreign priority is claimed
is not the date of the first filed foreign apphcauon
acknowledged in the oath or declaration.

9 2.24 Claimed Foreign Priority Date Not the Earliest
Date

Receipt is acknowledged of papers filed on [1] pllI‘pOl'tlIlg to
comply with the requirements of 35 U.S.C. 119{(a)-(dy and they
have been placed of record in the file. Attention is directed to the
fact that the date for which foreign priority is claimed is not the
date of the first filed foreign application acknowledged in the oath
or declaration. ' '

NO CERTIFIED COPY

Where priority' is clairned but no certified copy of
the foreign application has been filed, use form para-
graph 2.25.

T 2.25 Claimed Foreign Priority, No Papers Filed

Acknowledgment is made. of applicant’s claim for foreign pti-
ority based on an applicatien filed in [1] on [2]. It is noted, how-
ever, that applicant has not filed a certified copy of the [3]
application as required by 35 U.S.C. 119(b).

Examiner Note:

1. Inbracket 1, insert thé country name:

2. Inbracket 2, insert the filing date of the foreign application.:
3. In bracket 3, insert the application number of the foreign
application.

Any unusual situation may be referred to the Tech-
nology Center (TC) Director.

APPLICATION IN ISSUE

When priority papers for applications which have
been sent to the Publishing Division are received, the
priority papers should be sent to the Publishing Divi-
sion.

When the claim for foreign priority or the certified
copy of the foreign application is filed after the date
of payment of the issue fee but prior to the date of
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grant of the patent, the priority claim or certified copy
must be accompanied by a processing fee set forth in
37 CFR 1:17(i). The priority claim or certified copy
will be placed .in the file record but there will be no
review of the papers and the patent when published
will not include the priority claim. A certificate of
correction under 35 U.8.C. 255 and 37 CFR 1.323 can
be filed to have the priority claim or certified copy
considered after publication of the patent. In addition,
for original applications filed under 35 U.S.C.111(a)
(other than design applications) on or after November
29, 2000 or applications in-. which -applicant has
requested voluntary publication, a grantable petition
to accept an unintentionally-delayed claim for priority
under 37 CFR 1.55(c): must be filed with the certifi-
cate of correctlon

RETURN.OF PAPERS

It is sometimes necessary for the examiner to return
papers filed under 35 U.S.C. 119(a)-(d) either upon
réquest of the apphcant for example, to obtain a
transiatlon of the certified copy of the foreign applica-
tion, or b_ecause they fail to meet a basic requirement
of the statute, such as where all foreign applications
were filed more than a year prlor to the U.S. f111ng
date.”

When the papers have not been gwen a paper num-
ber and endorsed on the file wrapper, it is not neces-
sary to secure approval of the Commissioner for their
return but they should be sent to the TC Director for
cancellation of the Ofﬁce stamps. Where the papers
have been made of record in the file (given a paper
numbef and endorsed on the file wrapper), a request
for permission to return the papers. should be
addressed to the Commissioner of Patents and Trade-
marks and foirwarded to the TC Director for approval.
Where the return is approved, the written approval
should be placed in the file wrapper. Any questions
relating to the return of papers filed under 35 U.S.C.
119(a)-(d) should be directed to the Office of the

_ Assistant Commissioner for Patents.

FILLING OUT THE FOREIGN PRIORITY
SECTION OF THE FILE WRAPPER LABEL
(PTO-436L)

Where foreign applications are listed on the 37
CFR 1.63 oath or declaration or application data
sheet, the examiner should check that such foreign
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applications are: properly listed on-the file wrapper,
correcting errors of typography or format-as neces-
sary, and initialing the “verified” line when the infor-
mation on the file wrapper, matches the .oath or
declaration - or application data sheet. See MPEP
§ 202.03. Should there be an error on the oath or dec-
laration, or application data sheet itself; the examiner
should require a new oath or-declaration, or applica-
tion data sheet, where appropriate. If a foreign -appli-
cation listed on the oath or declaratiost, or application
data sheet is not listed on the file wrapper, the exam-
iner should print in black ink the country, application
number, and filing date under “Foreign/PCT. Applica-
tions” on the file wrapper or on the: PALM bib-data
sheet. Applications listed on the file wrapper but filed
in countrics not qualifying for -benefits under
35 U.8.C. 119(a)-(d) should be lined through in red
ink. A listing of countries “qualifying’ ‘for benefits
under 35 US.C. 119(a)-(d) appears at MPEP
§201 13.

Below the “Forelgn!PCT apphcattons portlon the

“yes” box for “Forergn priority cliimed” should be
checked only when priority has been properly claimed
as provided in 37 CFR 1.55. Otherwise, the Exarmner
should check “no”. Where a claim is made for one. or
more listed foreign apphcations and not for one or
more other listed forelgn applications, the data on the
file ‘wrapper concerning the unclaimed apphcatlons
should be lined through in pencrl and th'e yes * box
checked.
' The “yes” box’ for “35 U.S.C. 119 conditions met”
should be checked when there are any forelgn apphca-
tions 11sted that meet all of the requlrements of 33
U.S.C. 119(a)=(d). In such cases, any listed forergn
apphcauon that does not meet all of the requirements
of 35 US.C. 119(a) (d) should be llned through in
pencil.
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201.14(d): P_roper Identification
: o"f Priority Applicatior_i

~ In order to help overcome problems in deterrnmmg
the proper 1dent1frcatron of priority applications for
patent documientation and printing purposes, the fol-
lowing tables have been prepared which set out for
various countries the forms of acceptable presentation
of application. numbers.

The tables should enable appheants -examiners and
others to extract from the various formats the mini-
mum' required data which cornprises a proper citation.

Proper 1dent1ftca.t10n of priority apphcatlons is
essential to estabhshlng accurate and complete rela-
tionships among various patent documents which
reflect the same invention. Knowledge of these rela-
tionships is essential to search file management, teeh-
nology documentatron and various other purposes. °

The tables show the forms of presentation of apph-
cation numbers as used in the records of the source or
originating patent office. They also show, under the
heading “Minimum Significant Part of the Number,”
the simplified form of presentation which should be
used in United States Patent and Trademark Office
records.

Note particularly that in the simp'liﬁed format that:

(A) Alpha symbols preceding numerals are elimi-
nated in all cases except Hungary.

' (BS A decimal character and rm'mer_'ieall subset as
part of a number is eliminated in all cases except
France.

(C) Use of the dash (—) is reduced, but is still an
essential element of application numbers, in the case
of Czechoslovakia and Japan.
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201.14(d)

MINIMUM SIGNIFICANT PART OF AN APPLICATION NUMBER PROVIDING UN IQUE IDENTIFI-
CATION OF AN APPLICATION

Table I—Countries Using Annual Application Number Series

Country # Example of | Minimum Rémar_ks
application significant
number at ~part of the’
source number
Austria [AT] | A 12116/69 | 12116/69 The letter A is common to all patent applications.
Czechoslova- | PV3628-72 | 3628-72 PV is an abbreviation meaning “application of invention.”
kia [CS] '
Denmark 68/2986 68/2986
[DK]
Egypt [EG] | 487-1968 | 487-1968
Country # Example of | Minimum Remarks
application significant
number at part of the
source number
Finland [FI] | 3032/69 (old | 3032/69 New numbering system introduced on January 1, 1975.
numbering 752032 First two digits indicate year of application.
system)
752032 (new
numbering
system)
France [FR] | 69.38066 68.38066 Deletion of the intermediary full stop from this number
' 7319346 7319346 onwards.

Note: All French applications are numbered
in a single annual series, e.g., demande de
brevet, demande de certificate d’addition
(first addition; second addition, etc.)

Annnal series of numbers is used for all applications of
patent documents. The number allotted to an application at
its filing (national registration number) is also the number of

the granted patent.
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Table I—Countries Using Annual Application Number Series—Continued

Country # - Example of | Minimum - - | Remarks
application significant
number at part of the
source number
Germany, P 1940738// | 1940738 P=Patent. The first two digits of the number represent the
Fed. Rep. of | 6-24 A6947580 last two digits of the-year of application less 50 (e.g., 1969
[DE} G6947580.5 ' less 50=19; 1973 less 50=23). The first digit after the slash is
an error control digit. The two dlglts followmg the dash
indicate the examining division.
G= Gebrauvschsmuster. The first two dlgits of the number
represent the last two digits of the year of application. The
difference in humbering scheme of the first two digits
affords unique identification of this type of application.
However, see note below (A). The digit after the period is
for error control.
Treland 1152/69 1152/69
Ttaly {1T] 28039-A/70 | 28039770 '| Application numbers are not presented on published patent
documents or given in an official gazette. An exclusive
block of application numbers is given annually to each of 93
provincial bureaus. where patent applications may be filed.
In 1973, 90,000 numbers were allotted, wherein an estimated
total of 30,000 apphcahons were expected to be filed.
While, as a consequence, gaps will exist in the ultimately
used numbers, each application has a unique number. For
- this purpose, neither the dash nor the letter identifying the
receiving bureau, which follows the apphcatlon number, is
needed.
Japan [JP] 46-69807 46-69807 The two digits before the dash indicate the year (1925 or
46-81861 A46-81861 - | 1988) of the Emperor’s reign in which the application was
' ' S filed (46=1971). Patent and utility model apphcatlons are
numbered in separate series.
Netherlands | 7015038 7015038 First two digits 1ndlcate year of apphcatlon
[NL] '
Norway 1748/70 (old | 1748/70 New numbering system infroduced-on January 1, 1974.
INO] nombering 74001 First two digits indicate year of application.
system)
74001 {new
numbering
system)
South Africa | 70/4865 70/4865
[ZA]
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Table I—Countries Using Annual Application Number Series—Continued

Country # Example of Minimum Remarks
application significant
number at part of the
source number
Sweden [SE] | 16414/70 16414/70 The new numbering system was introduced January 1, 1973.
7300001-0 7300001 First two digits indicate year of application. The digit after’
(new system) the dash is used for computer control.
Switzerland | 15978/70 15978/70
[CH]
United 41352/70 41352770
Kingdom
[GB]
Yugoslavia P1135/66 1135/66
(Yu]
Zambia [ZM] | 142/70 142/70
Argentina 231790 231790
[AR]
Australia 59195/69 59195/69 Long series spread over several years, New series started in
[AU] ' 1970.
Belgiom 96469 96469 Application numbers are not presented on published patent
[BE] : documents or given in an official gazette. A series of paral-
lel numbers is provided to each of 10 offices which, respec-
tively, may receive applications (control office + 9 provincial
bureaus) and assign application numbers. Series was started
in 1958. Since an application number does not uniquely
identify a BE document, the patent number is often cited as
the “priority application number.”
_Brazil [BR] 222986 222986
Bulgaria 11572 11572
[BG]
Canada [CA] | 103828 103828
Colombia 126050 126050
[CO]
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Table II—Countries Using Other Than Application Number Series -+ -

Country # Example of | Minimum Remarks
application significant
number at part of the
source nuinber
Brazil [BR] | 222986 222986
Bulgaria 11572 11572
[BG]
Canada [CA] | 103828 103828
Colombia 126050 126050
[CO]
-Cuba [CU] 33384 33384
German AP34c/ 137355 AP=Ausschliessungspatent; WP=Wirtschaftspatent. The
(Dem. Rep.) | 137355 | 147203 other symbols before the slash are classification symbols. A
{DD] WP135b/ single numbering series covers both AP and WP applica-
147203 tions.
Greece [GR] | 44114 44114
Hungary OE 107 OE 107 The letters preceding the number are essential for idenﬁfsrmg
[HU] . the application. They are the first letter and.the first follow-
: | ing vowel of the applicant’s name. There is a separate num--.
‘ . bering sequence for each pair of letters.
Isracl [IL] | 35691 35691
Luxembourg - | 60093 60093 .
[LU] '
Mexico 123723 123723
[MX]
Monaco 908 908
[MC]
New Zealand | 161732 161732
[NZ] '
OAPI{OA] | 52118 52118
Philippines 11929 11929
[PH]
Poland [PO] | P144826 144826
44987 A44987
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Table II—Countries Using Other Than Application Number Series—Continued

Country # Example of Minimum. Remarks -
application significant :
number at part of the -
source - number
Portugal [PT] | P52-555- 52555
5607 A5607 -
Romania 65211 | 65211
[RO] B h o _
Soviet Union | 1397205-15 | 1397205 The nunibers following the slash denote the examination
; division and a processing division. :
United States | 889877 8_8_9877 ‘_ The highest number assigned in the series of numbers started
fus] o inJanuary 1960. New series started in January 1970, January
1979 A January 1987 January 1993, and January 1998

# ICIREPAT Country Code is 1nd1cated in brackets e.g., [AR].

A Tn order to distinguish utility model. apphcatmns from patent apphcauons it is necessary to 1dent1fy them as
to type of application in citations or references. This may be done by using the name of the application type in
conjunction with the number or by using the symbol “U” in brackets or other enclosure following the number.

nght of Priority, Overeonung
a Reference o

201.15

The only times during ex parte prosecuiion that the

examiner considers the merits of an applicant’s claim
of priority is when a reference is found with an effec-
tive date between the date of th_e_forergn filing and the
date of filing in the United States and when an inter-
ference situation is under consideration. If at the time
of making an action the examiner has found such an
intervening reference, he or she simply rejects what-
ever claims may be considered unpatentable there-
over, without paying any attention to the priority date
(assuming the papers have not yet been filed). The
applicant in his or-her reply may argue the rejection: if
it is of such a nature that it can be argued, or present

the foreign papers for the purpose of overcoming. the

date of the reference. If the apphcant argues the refer-
ence, the examiner, in the next action in the applica-
tion, may specifically require the foreign papers to.be
filed in addition to repeating the rejection if it is still
considered applicable, or he or she may merely con-
tinue the rejection.

Form paragraph 2 19 may be used in this mstance

200-95

g 2.19 Overcome Rejection by Translation

Applicant cannot rely upon the foreign priority papers to over-
come this rejection because a translation of said papers has not
been made of record | in accordance with 37 CFR 1.55. See MPEP
§ 201.15.

Exammer Note

This form paragraph . should follow a rejection based on an
intervening; reference,

In those cases ‘where the apphcant files the foreign
papers for the purpose of overcoming the effective
date of a reference, a translation is required if the for-
eign papers are not in the English language. When the
examiner requires the filing of the papers, the transla-
tion should also be required at the ‘same time. This
translation must be filed together with a statement that
the translation of the certified copy is accurate: When
the necessary papers are filed to overcome the date of
the reference, the examiner’s action; if he or she deter-
mines that the applicant is not entitied to-the priority
date, is to repeat the rejection on the reference, stating
the reasons. why the applicant is not considered. enti-
tled to the date. Ifit is detérmined that the applicant is
entitled to the: date the re]ec‘uon is withdrawn in view
of the priority date. :
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If the priority papers are already in the file when the =~

examiner finds a reference with the 1nterven1ng effec-

are in the English language, to determine if the:apphi-
cant is entitled to their date. If the applicant is found
to be entitled to the date, the reference is simply not

used but may be cited to applicant on form PTO-892. -

If the applicant is found not entitled to the date, the
unpatentable claims are rejected on the reference with
an explanation. If the papers are not in the English
language and there is no translation, the examiner
may reject the unpatentable claims and at the.same

ﬁlmg date.

The forelgn appllcatlon ‘may have been ﬁled by and‘ ,
in the name of the assignee or Iegal representahve or

agent of the i inventor, as applicant. In such cases, if the

certified copy of the foreign application corresponds-

with the one identified in the oath or declaration as
requ1red by 37 CFR 1. 63 and no d1screpaneles appear,
it may be assumed that the inventors are entltled to the

claimi for priority. If there is disagreement as to inven-

tors on the certified copy, the priority date should be
refused until the" 1ncon31stency or dlsagreement is
resolved. - :

* The most 1mp0rtant aspect of the exammer ’s act1on

pertaining to a right of priority is the determmatlon of

the identity of invention between the U.S. and the for-
eign applications. The foreign application may be
considered in the same manner as if it had been filed
in this country on the same date that it was filed'in the
foreign country, and the applicant is ordinarily enti-
tled to any. claims based on. such fore1gn appl1cat1on
that he or she Would be entn:led to under our laws and
practice, The fore1gn apphcahon ‘must be exammed

for the question of sufficiency of the d:lsclosure under_
35 U.S.C. 112, as well as to determine if there isa

ha31s for the clalms sought

. In applications filed from the: Umted Klngdom
there may be submitted a certified copy.of the “provi-
sional specification,” which-may also-in .somecases
be accompanied by a copy of the “complete specifica-
tion.” The nature.and function of the United Kingdom
provisional specification is described in an article in
the Journal of the Patent Office Society of November
1936, pages 770-774. According to United Kingdom

law the provisional specification need not contain ‘a:
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complete disclosure of the invention in the sense of 35

CUS.C. 112, ‘but need only ‘describe the general nature
tive date, the examiner will study the papers, if they -

of .the invention, and neither claims nor drawings are
required. Consequently, in-considering such provi-
sional specifications, the question of completeness of
disclosure is important. If it is found that the United

“Kingdom provisional specification is insufficient for

lack of disclosure, reliance may then be had on the
complete spemﬁcatmn and its date, if one has been
presented, the complete specification then being
treated as a different application and disregarded as to

. .the requlrement to file within 1 year.
time require an English translation for the purpose of = -
determining the apphcant s right to rely on the foreign -

~In some instances, the specification and d.rawmg of

‘-the forelgn application may have been filed at a date
"subsequent to the filing of the peutlon in the foreign

country. Even though the petition is called the appli-

.cation and the filing date of this petition is the filing
“date of the application in a particular country, the date
. accorded here is-the. date on which the specification

and drawing were filed.

It may occas1onally happen that ‘the’ U.S. apphca-

" tion will be found entitied to the filing date of the for-

eigh apphcation w1th respect to some claims and not
with respect to others. Occas1ona11y a sole or joint
applicant-may rely on-two or more different foreign
applications and may be ent1t1ed to the filing date of
one of them with respect to certain claims and to
another with respect to other claims.

201 16~ Using Certlﬁcate of Correctlon
~_to Perfect Claim for Priority
Under 35 U. S. C. 119(a) (d) or (f)

35 US.C. 119. Beneﬁt of Earlier Ftlmg Date Rrght of
Pnorzty

Aok

(b)(l)No apphcatlon for patent: shall be entitled fo' this right
of priority unless a’claim is filed in the Patent and Trademark
Office, identifying the-foreign application by specifying the appli-
cation number on that foreign application, the intellectual property
authorlty or country in or for which the apphcatlon was ﬁled and
the daie of ﬁlmg the apphcatlon, at such time durmg the pendency
of the application as required by the Director.

- (2) "The Director may consider the failure of the applicant
to file :a timely.-claim. for priority. as -a waiver of any such
claim.The; Director ‘may establish procedures, including the :pay-
ment of a surcharge to accept an unintentionally delayed claun
under this section. .

(3) The Director may require a certified copy of the origi-'
nal foreign application, specification, and drawings upon which it

200-96




