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Changes To Implement 20-Year Patent
Term and Provisional Applications

AGENGY: Patent and Trademark Office,
Commerce. o Lo

ACTION: Final rule.

SUMMARY: The Patent and Trademark
Office {PTO} is amending the rules of
practice in patent cases to establish
procedures for: filing and processing
provisional applicatién papers;
calculating the length of any patent term
extension to which an applicant is
entitled where the issuance of a patent
on an application filed on or after June
8, 1995 (the implementation date of the
20-year patent term provisions of the
Uruguay Round Agreements Act), other
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than for daesig'ns. was delayed due to

interference proceedings, the imposition
of a secrecy order and/or appellate
review; and implementing certain
transitional provisions contained in the
Uruguay Round Agreemenis Act.

“EFFECTIVE DATE: June 8, 1995, . .

FOR FURTHER INFORMATION CONTACT:
Magdalen Y, Greenlief or John F.
Gonzales, Senior Legal Advisors, Office
of the Deputy Assistant Commissioner
for Patent Policy and Projects, by
telephone at (703) 3059285, by fax at
(703) 308-6916 or by mail marked to
their attention and addressed to the
Commissioner of Patents and
Trademarks, Box DAC, Washington,
D.C. 20231.

SUPPLEMENTARY INFORMATION: The

Uriguay Round Agreements Act (Public
JLaw 103-465) was enacted on December
B..1894. Public Law 103-465 amends 35

U.S.C: 154 to provide that the term of
patent protection begins on the date of
grant and ends 20 years from the filing
date of the application. The amendment
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applies to all utility and plant patents
issued on applications having an actual
United States application filing date on
or after June 8, 1995. Specifically, 35
U.8.C. 154(a)(2}, as contained in Public
Law 103465, provides that the patent
term will begin on the date on' which
the patent issues and will end twenty
years from the date on which the . .
application was filed in the United
States. If the application contains a
specific reference to an earlier
application under 35 U.5.C. 120, 121 or
365(c). the patent term will end twenty
years from the date on which the
earliest application referred to was filed.
As amended by Public Law 103—465, 35
U.5.C. 154 does not take into account
for determination of the patent term dny
application on which priority is claimed
under 35 U.5.C. 119, 365(a) or 365(b).

Under 35 U.5.C. 154(b)(1), as
contained in Public Law 103485, if the
issuance of an original patent is delayed
due to interference proceedings under
35 U.S.C. 135(a) or because the
application is placed under a secrecy
order under 35 U.S.C. 181, the term of
the patent shall be extended for the
period of delay, but in no case more
than five (5) years.

Under 35 U.S.C. 154(b)(2), as
conlained in Public Law 1034635, if the
issuance of a patent is delayed due to
appellate review by the Beard of Patent
Appeals and Interferences or by a
Federal court and the patent is issued
pursuant to a decision in the review
reversing an adverse defermination of
patentability, the term of the patent
shall be extended for a period of time
but in no case more than five {5} years.
However, a patent shatl nat be eligible
for extension under 35 U.S.C. 154(b}(2)
if the patent is subject to a terminal
disclaimer due te the issuance of
another patent claiming subject matter
that is not patentably distinct fram that
under appellate review... .

Under 35 U.S.C, 134(b}{3)(B) and
154(b}(3)(C), as contaired in Public Law
1034635, the period of extension under

35 U.S.C. 154(b}(2) sha!l be reduced by -

any time attributable to appellate review
before the expiration of three (3) years
from the filing date of the application
and for any period of time during which
the applican! for patent did nol act with
due diligence, as determined by the
Commissioner.
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Under 35 U.S.C. 154(b){4). as -
contained in Public Law 103483, the
total duration of all extensions of a
patent under 35 U.5.C. 154{b) shall nrot
exceed five {5) years. : .

The provisicns for patent term
extension under 35 UJ.S.C, 154(b) are
separate from and in addition to the
patent term extension provisions of 35
U.S.C. 156. The patent term extension
provisions of 33 U.S.C. 154(b) are
designed to compensate the patent
owner for delays in issuing a patent,
whereas the patent term extension
provisions of 35 U.5.C. 156 are designed
to restore term lost to premarket
regulatory review after the grant of a
patent. In order to prevent a term
extension under 35 U.5.C. 154(b} from
precluding a term exlension under 35
U1.5.C. 156, Public Law 103—465 amends
35 U.S.C. 156(a)(2) to specify that the
term has never been extended under 35
U.5.C. 156(e)(1}. i

The 20-year patent term provision is
contained in 35 U.5.C. 154, as amended
by Public Law 103—465. Section 154 of
title 35, United States Code, applies to
utility and plant patents, but not to
design patents. The term of a design -
patent is defined in 35 U.S.C. 173 as
fourteen [14) years from the date of
grant. Therelore, the patent term and
patent term extension provisions set
forth in 35 U.5.C. 154, as amended by
Public Law 103-485, do not apply to -
patents for designs. = ¢

In addition, Public Law 103—465
establishes a domestic priority system.
In accordance with the provisions of the
Paris Convention for the Protection of
Industrial Property, the term of a patent
cannot include the Paris Convention
priority periad. Public Law 103—465
provides a mechanism to enable
applicants to quickly and inexpensively
file provisional applications. Applicants
will be entitled to claim the benefit of °
priority in a given application based

- upon a previously filed provisional’

application in the United States. The
domestic priority period will not count
in the measurement of the term.

Section 111 of title 35, United States
Code, was amended by Public Law 103-
465 to provide for the filing of a
provisional applicationen or alter June
8, 1995. Section 41{a){TT of title 35,
United States Code, 'waos amended by
Public Law 103465 t0 provide a
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$150.00 filing fee for each provisional
application, subject to a fifty (50)
percent reductidfor a small entity. The
requirements for obtaining a filing date
for a provisional application are the + *

same as those which previously existed ..

for an application filed under 35 11.5.C,
111, except that no claim or claims as
set forth in 35 U.8.C. 112, second
paragraph, is required. Mareover, no
oath/declaration as set forth in 35 U.S.C.
115 is required. The provisional
application is also nat subject to the
provisions of 35 U.S.C. 131,135 and
157, i.e., a provisional application w1Il
not be exammed for patentability, -
placed in interference or made the ..
subject of a statutory invention . .
registration. Further, the provisional
application will automatically be -
abandoned no later than twelve (12} .
months after its filing date and will not
be subject to revival to restore it to
pending status beyond a date which is
after twelve (12) months from its filing
date. A provisional application will not
be entitled to claim priority benefits
based on any other application under 35
11.8.C. 119, 120, 121 or 365.

Also, Public Law 103465 amended

'35 U.S.C. 119 to allow an applicant to :

claim the benefit of the filing date ol'one
or more copending provisional -
applications in a later filed application
for patent under 35 U.5.C. 111(a) or 363.
The later filed applicatioh for patent .
under 35 U.5.C. 111{a) or 363 must be -
filed by an inventor or inventors named
in the copending provisional o
application not later than 12 months
after the date on which the provisional
application was filed and must contain
or be amended to contain a specific.
reference to the provisional application.
The provrsmnal application must -
disclose an invention which is claimed
in the application for patent under 35
[J.8.C. 111{a) or 363 in the manner
provided by the first paragraph of 35
U.S.C. 112, In addition, the provisional
application must be pending on the .
filing date of the application for patent
under 35 U.S.C. 111(a) or 363 and the .
filing fee set forth'in subparagaph (A) or
{C) of 35 U.5.C. 41{a}{1} must be pald
Since 35 U.S.C. 154(3)(3), as’
contained in Public Law 103465, °
excludes from the determination of the -
patent term any application on which ™
priority is claimed under 35 U.S.C. 119,
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365(a) or 365(b), the filing date ofa .
provisional apphcallon is not
considered in determining the term of
any patent. :

ection 119(e)(1) of title 35, Uniled
States Code, provides that if all of the
conditions of 35 U.5.C. 119 {e){1) and

Ed
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{e)(2} are met, an application for patent
fited under 35 1J.5.C. 111(a) or 363 shall
have the same effect as though filed on
the date of the provisional application.

“Thus, the effective United States filing -

date of an application for patent filed .
under 35 U.S.C. 111(a), and entitled to
benefits under 35 U.S.C. 118{e}, is Lhe

. filing date of the provisional ;: - x
application. Any patent granted on such

an application, is prior art under 35 |
U.8.C. 102(e} as of the filing date of the
provisional application.

Likewise, the effective United States
filing date of a patent issued on an"’
international application filed under 35
U.S.C. 363, and entitled to benefits
under 35 U.S.C. 119(e), is the fi flmg date
of the provisional application, except
for the purpose of applying that patent

as pnor art under 35 U.5.C, 102{e). For

that purpose only, 35 U.S.C. 102(e) |

“defines the filing date of the

international application as the date the
requirements of 35 U.S.C. 371 {c)(l)

'(c)(z) and {c)(4) were fulfilled.

Public Law 103465 further mcI_udes
transitional provisions for limited. .
reéxamination in certain appheatlons

" pending for two (2} years or longer as of
* June 8, 1995, taking into account any.-

reference to any earlier application.
under 35 U.S.C. 120, 121 or 365(c). The

transitional provisions also permit

examination of more than one =~
independent and distinct invention in-
certain apphcatmns pending for three
(3) years or longer as of June 8, 1995,
taking info account any reference to any
earlier application under 35 U.S.C. 120,
121 or 365(c). These transitional
provisions are not applicable to any.
application which is filed after june 8,
1995, regardless of whetherthe "
ap'?l:catmn is a continuing application,
he amendments to title 35 relaling to
20-year patent term, patent term
extensior, provisional applications and
the transitional provisions are effective
on the date which is six (6) months after
the date of enactment 1 e., on }une 8,
1995,
A Notice of Proposed Rulemakmg was
published in the Federal Register at 59
FR 63951 (December 12, 1994) and in
the Patent and Trademark Office Gazette

" at 1170 Off. Gaz. Pat. Off"ce 3?7 390°

(January 3, 1995] ‘
Forty-nine writteri comments were
received in response to the Notice of -
Proposed Rulemaking. A public hearing
was held at 9:20'a.m. on February 16,
1995, Fourteen individuals offered oral
comments at the hearing. The forty-nine

_ wrilten comments and a transcript of

the hearing are available for public’ .
inspection in the Special Program Law
Office, Office of the Deputy Assistant
Commissioner for Patent Policy and

Projects, Reom 520, Crystal Patk I, 2011
Crystal Drive, Arlington, Virginia, and .
are available on the Internet through

- anonymous file transfer protocol (ftp].'

* addressy ftp.uspto.gov. R R
The following includes a discussion

of the rules being added or amended,

the reasons for those additions and

- amendments and an analysis of the

comments received in response lo the

- Natice of Proposed Rulemaking.

Changes in text: The final rules @ '
contain numerous changes to the text o[

* the rules as proposed for comment.

Those changes are discusséd below. .
Familiarity with the Notxce of Proposed
Rulemaking is assumed.-

Section 1.9(a){1} is bemg changed for
clarity to define a national application
as a U.S. application for patent which
was either filed in the Office under 35
U.S.C. 111, or which entered the
national stage from an mtematmnal
application after compliance with 35 °
U.8.C.'371. Also,'a new paragmph {a)(3)
is being added to define the-term

“nonprovisional application™ as a 1.8,
national apphoatlon for patent which.

-was either filed in the Office under 35

U.S.C. 111(a), or which entered the .- .
national stage from an international -
application after compllance Wth 35
U.8.C. 371

The proposed deletion ot' §1. 60 is-

. being withdrawn. Therefore, §1.17(i} is

t§:emg changed to retam the reference to
1.60.

.Section 1. 17(q)"1s bemg changed to
delete the fifty (50) percent reduction
for small entities in the $50.00 fee
established for filing a petition under
§1.48 in a provisional application and
a petition to accord a provisional
application a filing date or to convert an
application filed under § 1. 53[’b](1] toa
provisional application.

Sections 1.17(r) and (s) are being -
changed to include a fifty {50) percent
reduction for small entities in the fees
established for entry of a submission
after final refection under § 1.129(a) and

“for each additional invention requested

1o be examined under § 1.129(b). In the
final rule, the fee required by §§1. 17(r}
and 1.17(s) from a small entity is - .-
$385.00. The fee required from other
than a small entity is $730.00, -~ " .
The elimination of the small enllty

reduction in § 1.17{q) and the addmon
of the small entity reduction in §§1.17
{r)-and (s} are the result of additiomal -
review, which resulled in the
conclusion Lhat the fees established for
the transitional procedures in §§1.129

(a} and (b) may be reduced by fifty (50]

percent for small entities. However, the

‘petition fees required by §1.17(q) are

not subject to the fifty (50) percent
reduction for small enlmes "
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. The propased deletion of the
retention fee practice set forth in former

-§1.53(d}. now redesignated § 1.53(d){1),
-, is being withdrawn. Therefore, §1.21(1)
. is being retained and amended to refer

to § 1.53(d)(1). Also, the proposed

change in the text t0 § 1.17{n} is being
withdrawn, since § 1.60 is being
retained. .

~- Section 1.28(a} is being changed to
clarify the procedure for establishing
status as a small entity ina .
‘nonprovisional application claiming

or 365(c) of a prior application. In such

_cases, applicants may file a new verified

statement or they may rely on a verified
statement filed in the prior application,
if status as a small entity is still proper
and desired. If applicants intend to rely
on a verified statement filed in the prior
application, applicants must include in
the nonprovisional application eithera
reference to the verified statement filed
in the prior application or a copy of the
verified statement filed in the prior
application. A verified statement in
compliance with existing §1.27is .-
required to be filed in each provisional
application in which it is desired to pay
reduced fees. - . . .® v ool

. Section 1.45{c), first sentence, is being
changed for clarity torefer toa . .
“nonprovisional”’ agplication.

Section 1.48 is being changed to .

include a new paragraph (e} setting forth
the procedure for deleting the name of

. a person who was erroneously named as

120198

" an inventor in a provisional application.

The procedure requires an amendment
deleting the name of the person who

..‘was erroneously named accompanied
by: a petition including a statement of

facts verified by the person whose name
is being deleted establishing that the
error occurred without deceptive .-
intention; the fee set forth in §1.17(q):
and the written consent of any assignee.

. The first sentences of §§ 1.48 {a}-{c} are

also being changed for clarity to refer to
a “nonprovisional™ application. _
- :Section 1.51(’a){2}(i§)is being changed
to require that the provisional
application cover sheet include the
residence of each named inventor and,
if the invention was made by an agency
of the U.S. Government or undera -
contract with an agency of the U.S.
Government, the name of the U.S.
Government agency and Government
contract number. The residence of each
named inventor is information which is

. necessary to ide.nli'f-y those provisional
applications which must be reviewed by

heithe PTO for foreign filing licenses. If the
- invention disclosed in the provisional

application was made by an agency of
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Withdrﬁwn. o

the U.S. Government or under a contract
with an agsncy of the U.S. Government,
the security review for that application
should already have been done by that
agency of the U.5. Government.
Therefore, identification of those |
particular provisional applicalions on
the cover sheet will reduce the number
of applications which the PTO must
forward to other agencies of the U.S,
Government for security review.
Section 1.53{b)(1} is beiuyg changed to
retain the reference to §1.60. - .

i Section 1.53(b)(2)(ii) is being changed
-to require that any pelition and petition

fee to convert a §1.53(b)(1) application

- to a provisional application be filed in

the §1.53(b)(1) application prior to the
earlier of the abandonment of the

§1.53(b}{1) application, the payment of

the issue fee, the expiration of twelve
{12) months after the filing date of the
§1.53(b){1) application, or the filing of
a request for a statutory invention
registration under §1.203. Where the
§1.53(b}(1) application was abandoned
before the expiration of twelve (12)

-months after the filing date of the .

application, a petition to convert the’
application to a provisional application
may be filed in the § 1.53(b){1} )
application if the petition to convert is
filed prior to the expiration of twelve
(12) months after the filing date of the
§1.53(b){1) application and is -
accompanied by an appropriate petition
to revive an abandoned application
under §1.137. :

Section 1.53(b){2)(iii} is being
changed to indicate that the
requirements of §§ 1.821-1.825.
regarding application disclosures

.. containing nucleotide and/or amino

acid sequences are not mandatory for
provisional applications. .

Section 1.53{d){1) is being changed to
retain the retention fee practice. The
proposal to delete the retention fee
practice set forth in §1.53(d) is being

- The first sentences of §§1.55 (a) and

{b) are being changed for clarity to refer

-toa "_nongrovisional"

application. . -

- Also, §5 1.55 (a} and &Yar’e being "
changed to clarify thal the '
nonprovisional application may claim
the benefit of one or more prior foreign

- . applications or one or more applications

for inventor’s certificate. .-... .. ..
. .Section 1.59 is being changed to . -
Tretain the reference to the retention fee
set forth in §1.21(1) and to clarify that -

. -; the retention fee practice applies only to

applications filed under §1.53(b)(1).
The proposal to delete § 1.60 is being

withdrawn. Therefore, § 1.60 is being

retained and amended to clarify in the

‘title of the section and in paragraph
-(b){1) that the procedure set forth in the
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section is enly available for filing a
continuation or divisional application if

- the prior application was a

nonprovisiona!l application and
complele as set forth in § 1.51(a){1).....
Also, paragraph (b)(4} is being amended
to delete the requirement that the ;- -
statement which must accompany the
copy of the prior application include the
language that ““'no amendments referred
to in the oath or declaration filed to ...
complete the prior application”. .
introduced new matter therein.” The
requirement is unnecessary because any
amendment filed to complete the prior
application would be considered a part
of the original disclosure of the prior
application’and, by definition, could not
contain new matter, Also, paragraph
(b)(4) is being amended 1o refer to
§1.17(i). L

Section 1.62(a} is béing changed to.
refer to a prior complete -, .
“nonprovisional” application and to
clarify that a continuing application™
may be filed under § 1.62 after payment
of the issue fee if a petition under . ' -

. §1.313(b)(5) is granted in'the prior ™

application. Section 1.62{a} is also being
changed to clarify the éxisting practice
that the request for a §1.62 application
must include identification of the -
inventors named in the prior
apgé’i:calion. Yool
tion 1.63{a) is being changed for

“clarity to refer to an oath or declaration

filed as a part of a “nonprovisional”
application.

tion 1.67(b) is being changed for
clarity to refer to a “nonprovisional”
application. .- -~ . - - . - -

ection 1.78 (a}(1) and {a){2) are being

changed to refer to a “‘nonprovisional”
application and to clarify that the
nonprovisional.application may claim
the benefit of one or more prior . - -}

- copending nonprovisienal applications

or international applications designating
the United States of America. Section:

- 1.78(a}(1)(ii) is being changed to retain

the reference to § 1.60. Section . -
1.78(a)(1)(iii) is being retained and ...
amended to refer to §§ 1.53(b)(1) and
153(d)ay. ¢ s T
Sections 1.78 (a}{3) and (a)(4) are -

being changed to refertoa "%
“nonprovisional” application and to
clarify that the nonprovisional "~ "~ -

..application may claim ‘the benefit of one
"or more prior copénding provisianal

applications. =~ =

ection 1.78(a)(3) is also being .
changed to remind applicants and -
practitioners that when the last day of
pendency of a provisional application
falls on a Saturday, Sunday, or Federal
holiday within the District of Columbia,

* any nonprovisional apfiTcation”

claiming benefit of the provisional
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application must be filed prior to the -

" Saturday, Sunday, or Federal holiday
within the Distritl of Columbia. Section
111{b)(5) of title 35, United States Code.
states that a provisional application is

“abandoned twelve nionths after its filing
date. Sections 119 (e)(1) and {e}(2) of-
title 35, United States Code, require that
a nonprovisional application claiming’
benefit of a prior provisional application
be filed not latér than twelve months
after the date on which the provisional
application ‘was filed and thatthe
"provisional application be pendingon
the filing date of the nonprovisional -
application. Under §§1.6 and 1.10, no

* ° Further, §1.129(a) is being changed to
provide that the first and second
submissions and fees set forth in
§1.17(r) must be filed prior to the filing
of an Appeal Brief, rather than prior to
the filing of the Notice of Appeal, and
priot to abandonment of the application,
The requirement that the fee set forth in
§1.17(r} be filed within one month of
the notice refusing entry is being" . =
deleted. Section 1.129{a) is also being
changed to provide that the finality of

. the final rejection i$ autornatically -

* withdrawn upon the timely filing of the

- submission and payment of the fee set

“forth in § 1:17(r): The languags™ ™ 3 -

application prior to April 8, 1995; due,

" to acticns by the applicant. .

© Section 1.129(b}{2)is being changed

-/, lo delete the identification of the period

~ provided for applicants to respond to a
notification under §1.129(b) as one -

»'month, The time period for response
will be identified in any written *
netification under §1.129(b) and wil}
usually be one month, but in o case
will it be less than thirty days. The.

. period may be extended under

. §1.136(a). The language is also being

. changed to provida that applicant may

. " respond to the notification by (i) - :
¥: electing the invention or inventions to

filing dates are accorded 1o applications indicating that the submission would be ~~ bé'searched and examined, ifno . .

on a Saturday, Sunday, of Federal
holiday within the District of Columbia.
Thus, if a provisional application is
abandoned by operation of 35 U.S.C.
111(b){5) on a Saturday, Sunday, or .
Federal holiday:within the District of
Columbia, a nonprovisional application
claiming benefit of the provisional ~
application under 35 U.S.C. 119{g) must
be filed no later than the preceding day
which is not a Saturday, Sunday, or
Federal holiday within the District of
Columbia.- = = ".u 77 L
Section 1.78{a)(4) is also being -- -
changed to delete the requirement that
the reference in the nonprovisional -
application to the provisipnal - . .
application indicate the relationship of
the applications. As a'result'of the
change, § 1.78(a)(4) provides that a;:

- nonprovisional application claiming
benefit of one or more provisional .
applicalions must contain a reference to
each provisional application, - -7
identifying it as a provisional .- 1.
application and including the~ ...~
provisional application number ;
(consisting of series code and serial .-
number). However, the section does not
require the nonprovisional application
to identify the noriprovisional

entered and considered after timely™
payment of the fee set forth in §1.17(r)
“to the extent that it would have been
entered and considered if made prior to

final rejection” is being deleted. In view ~

of the magnitude of the fee set forth in
§1.17(r), the next PTO action following
_ timely payment of the fee set forth id
§1.17(r) will be equivalent to a first &
action in a continuing application.
Under exdsting PTO practice, it would

not be proper to make final a first Office -

action in a continuing application
where the continuing application

“contains material which was presented:”

in the earlier application after final -
rejection or closing of prosecution but
was denied entry bécause (1) néw issues
were raised that required further-- -
consideration and/or search, or {2} the
issue of new matter was taised. The
identical procedure will apply to
examination of a submission considered
as a result of the procedure under:
§1.129(a). Thus, under § 1.129(a), if the
first submission after final rejection was

because {1) néw issues were raised that
required further consideration and/or
search, or (2) the issue of new matter
was raised, then the next action in the
application will not be made final..

“"election has been'made prior to the -
'notice, and paying the fea set forth in

“- §1.17(s) for each iridependent and

¢ distinct invention claimed in the "
“application in excess of oneswhich -
.applicant elects, (ii) confirming an"

" " election made prior to the notice and
' payingthe fee set forth i § 1.17{s) for

each independent and distinct "~ =+~
invention claimed in the application in
addition to the one invention which
“applicant previously elected, or {ifi)
< filing'a’petition under §1.129(b)(2)
traversing the requirement without’
Cregard to whetlier the réquirerdent has
been made final. No petition feé is
required. The section is also being
. changed (o provide that if the petition

"~ under §1.129(b){2) is filed in a tirely
__ . manner, the original time period for
% electing and paying the fee set focth in

§ 1.17(s} will be deferred and'any .
decision on the petition affirmingor
medifying the requirement will set a
new time pericd to elect the invention

s - or inventions to be searched and
initially denied entry in the application™

“examined and to pay the fee set forth in
-§1.17(s} for each independent and
distinct invention claimed in the -
application in excess of one which

" applicant elects. -

ection 1.129(c) is being changed to

application as a ontifiuation, divisional Likewise, if the second subimission after” * clarify that the provisions of §§ 1.129 (a)

or continuation-in-part application of
the provisional application. * * = °
“Section 1.83(a) is being changed to”
delete the proposed redesignation of
paragraph (a) and to delete proposed
paragraph (a)(2). Also, §§ 1.83 (a) and (c)
are being changed for clarity to refer to .

a “nonprovisional” application. Further,

§1.83(c} is being chiinged to remove the
reference to paragraph (a)(t). . .
Section 1.101 is being changed for
clarity to refer to a “nonprovisional”
application.”. -~ -; s o3 e s

20199 - v Te .

_ Sections 1.129 {a) and (b) are being' .
changed to identify the effective date of
35 U.5.C. 154(a){2) as June 8, 1995. -
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* final rejection was initially denied entry

" in the application because (1) new *
issués were raised that required further
consideration and/or search, or'(2) the
issue of new matter was raised, then the

_next action in the application will riot
‘be made final. In view of 35 U.5.C. 132,

~ no amendment considered as a'result of

the payment of the fea'set forthin” -
§1.17(r) may introduce new matter into

- the disclosure of the application,

" Section 1.129(b){1) is being changed
to identify the date which is twd months
priar to the effective date'of 35 U.5.C.
-154(a)(2} as April 8, 1995. Section’
1.129(b)(1} is also being changed to -
clarify in subsection (ii) that the
examiner has not made a requirement
for restriction in the present of parent

and (b) are not applicable to any -
application filed after June 8, 1995.
However, any application filed on June
. 8,1995 would be subject ta a 20-year
" ‘patent term. ~ '~ ' ’

-~ Section 1.137 is being amended by
revising paragraph (c] to eliminate, in
all applications filed on or after June 8,
1995, except design applications, the

" requirement that a terminal disclaimer
accompany any petition under
§ 1.137(a) not filed within six (6) .
months of the date of the abandonment
of the application. The language*‘filed

" before June 8, 1995™ and "'filed on or

. * after June 8, 1995" a5 used in the - -

" amended rule, refer to the aCtial United

.- States filing date, without reference to

- any claim for benefit under 35 U.5.C.
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120, 121, or 365, No change to §1.137
was proposed in the Notice of Proposed
. Rulemaking. However, inall . . ., .
applications filed on or alter ]une 8,
1995, excepl design apphcatrons any
elay in filing a petition under : :
§1.137(a) will automahcal!y result 1n
the loss of patent term. The lossof |
patent term will be the incentive for
applicants to promptly file any petition
to revive. Therefare, no need is seen for
‘requiring a terminal disclaimer in such
applications. It would amounttoa ..

“'penalty ifa terrnmal drsclarmer was |

urred ;

ion’ 1.136 is belng amended hy
re'nsmg paragraph (d} to eliminate, in
all applications filed on or after June 8,
1095, éxcept design applications, the
requirement that a terminal disclaimer
accompany any petition under
§1.316(b) not filed within six (6) -
manths of the date of the abandonment
of the application. Acceptance of a late
payment of an issue fee in a design -
apphcahon is specifically provided for
in §1.155. Therefore, § 1.316 doés not
apply to design applications. The--
language * ‘filed betore June 8,1995” as
‘used in the amended fule, Tefers to the
actual United States filing date, without
reference to any claim for benefit under
35 US.C. 120,121 Jor'365. No change
10'§1.316 was proposed in'the Notice of
Proposed Rulemaking, However,in all
applications filed on or after june 8,
1993, except design applications, any
delay in filing a petition under
§1.316{b) will automatlcally resiut i in
the loss of patent tetm. The loss of =+
palent term will be the incentive for
applicants'to promptly filé any peutron
under § 1.316(b). Therefore, no need is

~seen for requiring a terminal disclaimer

“in such @pplications. It Would amount

“toa penalty ifa termmhl drscla:mer was

“required. :
eclion 1.317 is berng amended by
‘removing and reserving paragraph (d) to
eliminate the requirement thata -
terminal disclaimer accoripany any
pétition under §1.317(b) not filed
within six (8) months éf the date of
lapse of the patent. No change to §1.317
was proposed in'the Notice of Proposed
Rulemaking. However, the delayin’.
filing a petitiofi ‘under §1.317(b) does
not result in any gain. ‘of patent tefm.-
Therefore, no reason’is seen for i
requiring a terminal disclaimer i in such
casss,
Section 1.701(a} is berng changed to

identify the implementation date as

. June 8, 1995, and to clarify thata .
" ‘proceeding under 35 U.S. C 135(3) is an
N lnlerference proceedmg P

20200 . . T

Section 1.701(b) is bemg changed to
provide that the svem of a patent entitled

4-27-95

. §1.701(a)(3) and to avoid any confusion.

s days

* which the Commissioner considersto *

-~ review and sbandoninents dunng the

to an extension under § 1.701 shall be
extended for the suin of the periods of

.delay calculaled under paragraphs

(1), 4c)(2). (C)(3) and () of § 1.701 and
the extension will run from the

_expiration date of the patent.. The

reference to a terminal disclaimer is
being deleted to be consistent with

Section 1.701(c)(1)(i) is being changed

for clanly by deletirig the phrase 1f

any *:after the first occurrence of -
“interference™ and by inserting lhe same
phrase after the phrase Lhe number of

Sectlon 1. 701(c)(1](n] is bemgf
changed to clarify that the period

‘referred to ends on the "date of the .
termination of the suspension” rather

than on the date of the next PTO -
communication reopening prosecution.
.Section 1.701(d){1) is being amended
to clanfy that the*'time" referred to is
time * dunng the perrod of appellate
review”.. -
Sectron 1. 701(d](2) is berng amended

to clarify that the Commissioner, under

the broad discretion granted by 35 .
U.S.C. 154(b)(3)(C), has decided to limit
consideration of applicant’s due .
diligence only to acts occurring dunng
the period of appellate review. The
supplementary information published

in the Notice of Propesed Rulemaking ..
:¢dntained examples of what mightbe .=
- considered a lack of due diligence for

- ‘purpases of §1.701(d){2) as proposed

~ Specifically, the supplementary _ -

" information identified requests for | .

extensions of time to respond to Office
communications, submissicn of a

response which is not fully responsive
to an Office communication, and filing

language adopted in thé final rules, -
those examples are withdrawn. Acts

constitute prima facie evidence of lack

“of due drlrgence under §1.701(d)(2) are .

suspensions at applicant’s request under
§1. 103(3) during the period of appellate

period of appellale review.

S,

Discussion of Specrﬁc Rules rr“

' Title'37 of the Code of Federal -
Regulations; Parts 1 and 3, are berng
amended as indicated below: .t -}

Section 1.1 is being amended to add
a paragraph (i) to provide a specral “Box
Provisional Patent Application” address
to assist the Mail Room in separating
and processing provisional app!ica!jons

: and mail relating thereto.

Section 1.9 is being amended to
redesignate paragraph (a) as'paragraph
{a)(1} and to define a national |
application as a U.S. application for
patent which was either filed in the

BNA's Patent, Trademark & Copyright Journal

~:rule.
-'_.ofmformal applications as examples. In -
‘view of the comments received and the

Office under 35 U.S.C. 111, or which
enlered the national stage from an .
international application aker |
compliance with 35 U.S.C. 371.°A new
parabraph (a)(2) is being added todefine
the term “praovisional application” as a
U.S. national application filed under 33

© U.5.C. 111(b). Also, a new paragraph

[a){3] is being added to define the term
“nonpravisional application” asa U.S.

-national application for patent which

was either filed in the Office under 35
U.5.C. 111{a), or which entered the .

--national stage from an international

application after comphance with 33
US.C. 371, .. oo

Sections 1.12 and1.14 a.rebemg
amended to replace the references to

" §1.17{i){1) with references to § 1.17{i).

Sections 1.16{a)-(e) and (g) are being

-amended to clarify that those sechons

* do not apply to provisional .
.applications. A complete provrsronal

. application does not require claims. ’

. However, provisional applications may

be filed with one or more claims as part
of the application. Nevertheléss, o .
‘additional claim fee or multiple .~
dependent claim fee will be required in

- a provrsronal application. Section -

1.16(f)is being amended to insert thé
words “basic fee”. Section 1.16(e) refers
to “the basic filing fee”. Current Office
practice allows a design apphcauon to
be filed without the design filing fee or
the oath/declaration as set forth in
§1.53{d}{1). The change to § 1.186(f) is
metely for clarification, In addition, -
§1.16(a) is being amended to replace the
word ‘cases” with theword - - -
“applications”, since the'word -
"apphcauons is used elsewhere in the

Section 1.16 is also bemg amended to

- add a new paragraph (k) which lists the
.. ‘basic filing fee for a provisional .|

application as $75.00 for a small entity

' {see §§ 1.9(c}{N} or $150.00 for other
- - than a small entity as contained in

1. Public.Law 103—465. Since the filing fee
for a provisional application’is
established by Public Law 103-465 as a

. 35 U.5.C. 41(a) fee, the ﬁlmg fee fora
..... provisional application will be subject

to the fifty (50) percent reduction
prov1ded for in 35 U.S.C. 41(h).
Further, §1.16 is bemg amended to

... add a new paragraph (1) which

establishes the surcharge required by -
new § 1.53(d}{2) for filing the basic
filing fee or the cover sheet required by
new § 1.51(a)(2) for a provisional
application at a time later than the
provisional application filing date as
$25.00 for a small entity or $50.00 for
other than a small entity.

Section 1.17{h)disDeing amended to
clarify that the $130.00 petition fee for
filing a petition for correction of
inventorship under § 1.48 applies to all
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patent applications, excepl provisional
applications. Peragraph (i}(1) is hemg
redesngna!ed as pardgraph (i}and -
paragraph [i)(2) is being removed. The
fee for a petition under §1.102 to make
.an application special has been placed
“in paragraph {t). The words “of this
part”, in § 1.17, paragraphs (h) and (i),
are being deleted, since the paragraphs

currently refer to sections in parts other -

than Part 1. Section 1.17(i) is also being
amended to clarify that the fee sét forth
in paragraph (i) for filing a petition te:

to all patent applications, except
provisional applications. -

A new §1.17(q} is being added to
establish a petition fee of $50.00 for -
_filing a petition for correction of -
inventorship under §1.48ina -
prcmsmnal application and for ﬂlmg a
petition to'accord a provnslonal
application a filing date or to convert an
_application filed under § 1.53{(b}{1) to a
. provisional apphcatlon The petition fee
‘set forth in §1. 17{q) is not reduced for
a small entity.":

New §§1.17 (r) and {s} are bemg .
added to establish the fees for entry of
a submission after final rejection under
. §1.129{a) and for each additional
- invention fequested to be examined -
under § 1.128(b}, respectively. These
_ feés have been set at $365.00 for a small
entity and $730. 00 for ol!her 1ha.n a small

entity. -
" Section 1.21(1} is bemg amended to
refer to §1.53(d)(1).

- Section 1.28(a) is being amended lo
clarify the procedu.re for estabhshmg
_ status as a small entity in a
' nonpromsmnal application claiming

,benefit under 35 U.5.C. 119(e), 120, 121, .
or 365(c) of a prior application. In such

cases, applicants may file a new verified
statement or rely on a verified statement
- filed in the prior applitation, if status as
a small entity is still proper and desired.
If applicants intend to relyona verified

statement filed in the prior application,

applicants must include in the . -
nonprovisional application either a

, Teference to the verified statement filed
“"in the prior application ora copy of the
verified statement filed in the prior
application. Status as a small entity may
be established in a provisional -

_ application by complymg with existing
§ 1.27.

Section 1.45(c) is being amended to
c]a.nfy that the first sentence applies to
a “nonprovisional’ application. Section
1.45 (c} is also being amended to add a
. second sentence relatmg to joint "~

inventors named m a provnsmna]

20261

application. The second sentence states

that each inventor named in a

4-27-95
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provisional application must have made
a contribution to the subject matter -~
disclosed in the provisional application.
All that § 1.45{c), second sentence,
requires is that if a person is named as
an inventor in a provisional application,
that person must have made a
contribution to the subject matter
disclosed in the provisional appllcahon
© Sections 1.48 (a}-{c} are being -
amended to specify that the procedures
for correcting an error in inventorship

»."set forth in those sections apply to
accord a filing date under § 1.53 applies

nonprovisional applications. New.s .- .-
paragraph (d) is being added to establish
a procedure for adding thie name of an
inventor in a provisiona!l application,
where the name was originally omitted
without deceptive intent, Paragraph (d)
does not require the verified statement

. of facts by the original inventor or -

inventors, the oath or declaration by
each actual inventor in compliance with
§1.63 or the consent of any assignee as
required in paragraph (a). mslead. the
procedure requires the filing ofa .

- petition identifying the name or names

of the inventors to be added and
including a statement that the name or
names of the inventors were omitted.

* through error without deceptive :. .-

intention on the part of the actual --. -
inventor(s]. The statement would be

. required to be verified if made by a -

person not registered to practice before
the PTO. The statement could be signed
by a registered practitioner of record in
the application or acting in a
representative capacity under § 1.34(a).

" The $50.00 petition fee set forth in

§1.17(q) would also be required. New
paragraph (e} is also being added setting
forth the procedure for deleting the

and is available from the PTO free of
charge to the public. However, the rule
does not require the applicant to use the
PTO suggested cover sheet. Any paper..
containing the information required in
§ 1.51(a)}(2)(i) will be acceptable. The -
cover sheet is required to identify the -
paper as a provisional application and
to provide the information which is
necessary for the PTO to prepare the - ;
provisional application filing recelpt
Also, the residence of each named

£
H

tunty

_ inventor and, if the invention disclosed

in the provisional application was made
by an agency of the U.S. Government or
under a contract with'an‘agency of the
U.S. Government, the name of the U.S.
Government agency and Government
contract number must be ldennﬁed on
the cover sheet.

Section 1. 51(b) is bemg amended t6
indicate that an information disclosure
statement is not required and may riot
be filed in a provisional application. .
Any information disclosure statements
filed in a provisional application will
either be returned or disposed of at the
convenience of the Office. An
information disclosure statement filed

. in a § 1,53(b}(1) application whlc:h has
- been converted to a pmvxsxonal

application will be retained in the”
application after the conversion, if the
information disclosure statement was
filed before the petition required by

§ 1.53(b){2){ii) was fled. -

The title of § 1.53 and paragraph (a)
are being amended to refer to
application number, rather than ',
apphcatmn serial number. The term™

““application number” is found in

A3

‘cun'ent §1. 53[a)

name of a person who was erroneously -

-~ named as an inventor in a provisional

application. The procedure requires an
amendment deleting the name of the
person who was erroneously named

staternent of facts verified by the person
whose name is being deleted

. establishing that the error occurred -
- without deceptive intention; the fes’ set

forth in § 1.17(q); and the wntten
consent of any assignee.

Section 1.51 is being amended to
redesignate § 1.51(a) as § 1.51(a)(1) and
to include a new paragraph (a)(2)

_identifying the required parts ofa
. complete provisional application. As set

forth in § 1.51{a){2), a complete
provisional application includes a cover

“ sheet, a specification as prescnbed in 35

U.S.C. 112, first paragraph, any -
necessary drawings and the prov1smnal
application filing fee. A suggested cover
sheet format for a provisional "
application is included as an Appendix
A to this Notice of Final Rulemaking
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_ to conform to the change
accompanied by: a petition includinga - .

Sechon 1 53 (b) is bemg rede51gnate-d

. as §1.53(b)(1) and is being amended to

refer to §1.17(i) rather than § 1.17{i}{1) -
therein. .

.- A new §1.53(b)(2) is being added to
set forth the requirements for obtaining
a filing date for a provisional
application. Section 1.53(b}{2) states
that a filing date will be accorded to a

- provisional application as of the date

the specification as prescribed by 35

U.8.C, 112, first paragraph, any ..

necessary drawings, and the name of

each inventor of the subject matter

disclosed are filed in the PTO. The

filing date requirements for a-

pravisional application sel ‘forth i in new
paragraph (b}(2) parallel the ex:stmg
requirements set forth in former - . ;
paragraph (b), now redesignated #
paragraph (b)(1), except that no claim is ;
required. In order to minimize the cost
of processing provisional applications
and to reduce the handling of " - -
provisional applications, apendments,
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other than those required to make the
provisional application cotnply with
applicable regulations, are not permitied
after the filing date of the provxsmnal
p lication.
ection 1.53(b){2](i) is being added ;

requiring all provisional applications to
be fited with a cover sheet identifying '
the application as a provisional
application. The section also indicates
that the PTO will treat an application as.
having been filed under § 1.53(b}{1),
unless the application is identified as a
provisional application on filing. A .~
provisional application, which is .~ -,
‘identified as such on filing, but which
does not include all of the information
required by § 1.51(a)}(2){i) would still be
treated as a provisional application.
However, the omitted information and a
surcharge would be required tobe
submitted at a later date under new
-§1.53(d)(2). fE T '

Section 1. 53[b](2}(n) is bemg added to
establish a procedure for converting an
application filed under § 1.53()(1}to a
provisional application. The section
requires thata petition requesting the -
conversion and a petition fee be filed in
the §1.53(b)(1) application prior to the
earlier of the abandonment of the .
§1.53(b)(1) applicatipn, the payment of

the issue fee, the exfliration of twelve . _

{12) months after the filing date'of the '
§ 1.53(b){1) application, or the filing of

i a request for a statutory invention - .~
registration under § 1.293. The grant of
any such petition would not entitle
applicant to a refund of the fees
properly paid in the application filed
under §1.53(b)(1). :

Section 1.53(b)(2){iii} is being added
to call attention to the provisions of
Public Law 103-465 which prohibit any
provisional application from clazmmg a
right of priority under 35 U,S.C. 120,
121 or 365(c) of any other application,
The section also calls attention to the
provisions of Public Law 103465
which provide that no ¢laim for benefit
of an garlier filing date may be made in
a design application based on a’
provisional application and that no
Tequest for a statutory invention
registration may be filed in a prov;swnal
application. Section 1, 53(b](2)(m)

further specifigs that the requirements
provisional applications. However.
applicants are reminded thatan - -
invention being claimed inan
_apphcahon filed under 35 U.S.C. 111{3)
or 365 which claims benefit under 35
JU.8.C. 119(e) of a provisional . :
apphcahon must be disclosed in the
provisional application in thé manner
provided by the first paragraph of 35 -
_U.S8.C. 112, Yoluntary compliance with
* "the requirements of §§ 1.821-1.825 in

.

42795

‘of §§1.821-1.825 are not mandatory for

20202
the provisional application is ‘
recommended, in order to ensure that
support for the invention claimed in the
35 U.5.C. 111{a) apphcanon canbe
readily ascertamed in the pr0v1510na]
application. - °

ection 1.53{c} is being amended to
require that any request for review of a
refusal to accord an application a filing
date be made by way of a petition

accompantied by the fee set forth in

§1.17{1), if the application was filed
under § 1.53(b)(1), or by the fee set forth
in § 1.17(q), if the application was filed
under §1.53(b)(2). This reflects the
current practice set forth in the Manual
of Paten! Examining Procedure (MPEP),
section 506.02 {Sixth Edition, Jan. 1895)
with regard to any request for review of

‘a refusal to accord a filing date for an
“application. The PTO will continue its

current pract:ce of refunding the *
petition fee, if the refusal to'accord the
requested filing date is found to have
been a PTO error. '
Section 1. 53(d) is bemg redemgnated

“as § 1.53(d}(1).

‘Section 1. 53[d)[2} {s being added o °
provide that a provisional application *
may be filed witheut the basic filing fee
aiid without the complete cover sheet °

“requlred by § 1.51{a)(2). In such a case, -
 the applicant will be notified and given
.8 period of time in which to file the

" 'missing fee, and/or cover sheet and to

pay the surcharge set forth in §1.16(1).
‘Section 1.53(e} is being redesignated
as §1.53(e)(1) and amended to referio
§1.53{b){1). Also,a new §1.53(e)(2) is -

being added to indicate thata

_ prowswnal application will not be

given a‘substantive examination and
will be abandoned no later than twelve
[12) months after its filing date. -
Sections 1.55(a) and (b?a.re bemg
amended fo clarify that the sections -
apply to nonprovisional apphcanons
and to clarify that a nonprovisional
application may claim the benefit of one
or more prior foreign applications or
one or more applications for inventor's
certificate, Also, §1.55(a) is being
amended to replace the reference to 35
U.S.C. 119 with a reference to0 35 U.S.C.

“119(a}~{d). In addition, the réferenceto

§1.17(i)(1) in § 1.55(a) is being replaced
by a reference to § 1.17{(i) tobe "
consistent with the change to § 1. 17
Section 1.55(b) is alsb being amended to
refer to 35 U.S.C. 119(d) to conform to
the paragraph demgnanons contamed in

- Public Law 103—-465.

Section 1.59 is bemg amended to°
clarify that the retention fee practice set

“*forth in §1.53(d)(1) applies only to "

ap lications filed under § 1.53{(b)(1)}.
tion 1.60 is being amefided to

clarify in the title of the section and in

paragraph (b)(1) that the procedure set
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forth in the section is only available for
filing a continuation or divisional
application if the prior application was
a nonprovisional apphcahon and
complete as set forth in §1.51{a)(1)."
Paragraph (b)(4} is being amended to
delete the requirement that the
statement which mus! accompany the -
copy of the pnor application include the
language that ""no amendments referred
to in the oath or declaration filed to
complete the prior application - - - -
introduced new matter therein.” The -
requirement is unnecessary becausg any
amendment filed to complete the prior -
application would be considered a part
of the original disclosure of the prior
application and, by definition, could not

" contain new matter. Also,_paragraph

(b)(4) is being amended to refer to
§1.27(0). ‘

Section 1. 62{a] is bemg amended to
clarify that the procedure set forth in the
section is only available for ﬁlmg a.,..
continuation, continuation-in-part, or
divisional application of a prior -
nonprovisional application which is -
complete as ‘defined in § 1. 51{aj{1).
Section 1.62(a) is also being amended to
clarify that a continuing application
may be filed under §1.62 after payment
of the issue fee if a petition under .
§1.313(b)(5} is granted in the prior
application and that the request for a
§1.62 application must include *
identification of the inventors named in
the prior application. The phrase “Serial
number, ﬁlmg date” in § 1.62(a) is being
changed to “application number.”

Section 1.62(e) is being amended to
replace the réference to §1.17(i}{1) with
a refarence to §1.17(i) to be consistent
with the change to §1.17. Also, the term

“application serial number” in'§ 1. 62[e]
is being changed to “application -
number.”

Section 1 63[a) is bemg amended to
replace the reference to §1.51(a)(2) with
a reference to §1.51(a)(1){ii) in orderto
conform Wwith the changes in §1.51 and
to refer to an oath or declaranon filed .
as a part of a nonprovisional

" application.

ection 1.67(b} is being amended to

replace the reference to §1.53(d) with a

reference to §1.53(d)(1) in orderto -
conform with the changes in § 1.53.

‘Furthermore, the references to §§ 1.53(b)

and 1.118 are being deleted to make
clear that the new matter exclusion
applies to all applications including
those filed under §§ 1.60 and 1.62. Also,
the section is being amended to refer to
a nonprovisional application. .- ..
Sections 1.78 {a)i1} and {a)(2) are

.being amended to clarify that the ..

sections apply to nofrprovisional
applications claiming the benefit of one
or more copending nonpro\nsmnal )
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applications or international
applications designating the United
States of America. Section 1.78(a){1)(iii)
is being amended toreferte . -
£§1.53(b}1) and 1.53(d}(1}. Section
1.7B(a)(2} is also being amended to
eliminale the use of serial number and
filing date as an identifier for a prior
application. The section wil] require
that the prior application be identified
by application number (consisting of the
series code and serial numberjor .
intemnational application number and -
international filing date. .

Sections 1.78 (a)(3) and (a}{4) are
being added to set forth the conditions
under which anonprovisional - - -
application may claim the benefit of one
or more prior copending provisional -
applications. The later filéd "™ 7.~
nonprovisional application must be an’
application other than for a design

- patent and must be copending with each
provisional application. There must be
a common inventor named in the prior
provisional application and the later
filed nonprovisional application. Each
prior provisional application must be
complete as set forth in §1.51(a}{2}, or
entitled to a filing date as set forth in -
§1.53(b}2) and include the basic filing
fee. Section 1.78{a)(3) also includes the
wamning that when the last day of =
pendency of a provisional application
falls on 2 Saturday, Sunday, or Federal
holiday within the District of Columbia,
any nonprovisional application” *
claiming benefit of the provisional
application must be filed prior to the
Saturday, Sunday, or Federal holiday
within the District of Colummbia. A |

. provisional application may be ;. /7

abandoned by operation of 35 U.S.C.

. 111(b)(5) on a Saturday, Sunday, or .
Federal holiday within the District of
Columbia, in whichcase,a ~ ~ °

_nonprovisional application claiming
benefit of the provisional application
‘under 35 U.S.C. 119(e) must be filed no
later than the preceding day which is
not a Saturday, Sunday, or Federal
holiday within the District of Columbia.

. ¢ Section 1.78(a)(4) is also being added
to provide that a nonprovisional
applicatian claiming benefit of one or
more provisional applications must
contain a reference to each provisional
application, identifying itasa -
provisional application and including

. the provisional application number - ;

{consisting of series code and serial

number). The section does not require

the nonprovisional application to
identify the nonprovisional application

as a continuation, divisional or .

continuation-in-part-application of the
provisional application.
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Sections 1.83 (a) and (c} are bejng
amended to clarify that the sections
apply to nonprovisiona) applications.

ection 1.97(d} is being amended to
replace the reference to § 1.17(i)(1} with
a reference to § 1.17(i) to be consistent
with the change to §1.17.

Section 1.101{a) is being amended to
indicate that the section applies to
nonprovisional applications. .

Section 1.102(d} is being amended to
replace the reference to § 1.17(i}(2) with
a reference to § 1.17(i) to be consistent
with the changeto §1.17.7 7"~

Section 1.103({a) is amended to
replace the reference to §1.17(i)(1) with
a reference to § 1.17(i) to be consistent
with the change to §1.17.

Section 1.129 is being added to set
forth the procedure for implementing
certain transitional provisions contained
in Public Law 103-465. Section 1.129(a)
provides for limited reexamination of
applications pending for 2 years or
longer as of June 8, 1995, taking into”
account any reference to any earlier
application under 35 U.S.C. 120, 121 or
365(c). An applicant will be entitled to
have a first submission entered and
considered on the merits after final
rejection if the submission and the fee
set forth in §1.17(r} are filed prior to the
filing of an Appeal Brief and prior to
abandonment of the application. Section
1.129(a) also provides tﬁat the finality of
the final rejection is automatically
withdrawn upon the timely filing of the
submission and payment of the fee set
forth in § 1.17(r). After subrnission and
payment of the fee set forth in § 1.17(1),
the next PTO action ‘on the merits may
be made final anly under the ¢onditions
currently followed by the PTO for
making a first action in a tontinuing .
application final. If a subsequent final
rejection is made in the application,
applicant would be entitled to have a
second submission entered and ’

_ considered on the merits under the .

same conditions set forth for
consideration of the first submission.
Section 1.129(a) defines the term |,
“submission” as including, but not .

limited to, an information disclosure -

statement, an amendment to the written

_description, claims or drawings, and a

new substantive argument or new
evidence in support of patentability. For

- example, the submission may include

an amendment, a new substantive .
argument and an information disclosure
statement. In view of the fee set forth in
§1.17(7), any information disclosure
statement previously refused
consideration in the application because
of applicant’s failure to comply with
§1.97 {c) or (d) or which is filed as part.
of either the first or second submission
will be treated as though it had been -

-1.129(b)(2} also provides that if the

filed within one of the time periods set
forth in § 1.97(b) and will be considered
without the petition and petition fee
required in § 1.97(d), if it complies with
the requirements of § 1.98. In view of 35
U.8.C. 132, no amendment considered
as a result of the payment of the fes set
forth in § 1.17(r} may introduce new
matter into the disclosure of the -
application.

Section 1.129(b)(1} is being added to
provide for examination of mare than :
one independent and distinct invention
in certairrapplications pending for 3
years or longer as of June 8, 1995, taking
into account any reference to any earlier
application under 35 1.5.C: 120,121 or
365(c). Under § 1.129(b){1), a -

‘requirement for restriction or for the -

filing of divisional applications would

only beé made or maintained in the- :
application after June 8, 1995, if: (1) The
requirement was made in the _

application or in an earlier application

relied on under 35 U.S.C. 120, 121 or

365(c) prior to April 8, 1995; (2) the - .,

examiner has not made a requirement-

for vestriction in the present or parent .
application prior to April 8, 1995, due.

to actions by the applicant; or (3) the

required fee for examination of each:- -
additional invention was not paid.. . T
Under §1.129(b)(2), if the application " ,’Ja
contains claims to more than oner - ; ; ‘
independent and distinct invention, and

no requireriient for restriction or for the

filing of divisional applications can be

made or maintained, applicant will be

notified and given a time period to (i)

elect the invention or inventions to be

searched and examined, if no election

has been made prior to the notice, and

pay the fee set forth in §1.17(s) for each

- independent and distinct invention
"claimed in the application in excess of

one which applicant elects, (if)in
situations where an election was made
in response to a requirement for
restriction that cannot be maintained,
confirm the election made prior to the
notice and pay the fee set forth.in
§1.17(s) for each independent and ~
distinct invention claimed in the
application in addition to the one . .
invention which applicant previously
elected, or (iii) file a petition under* -
§1.129(b)(2) traversing the requirement
without regard to whether the -
requirement has been made final. No~
petition fee is required. Section '

petition is filed in a timely manner, the b
original time period for electing and ‘
paying the fee set forth in §1.17{s) will
be deferred and any decision on the
petition affirming or modifying the
requirement will set a new.time period
to elect the invention or inventions to be
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searched and examined and to pay the
fee set forth in § 1.17(s) for each -
independent and distinct invention -
claimed in the application in excess of
one which applicant elects. Under
§1.129(b){3), each additional invention
for which the required fee set forth in
§1.17(s} has not been paid will be
withdrawn from consideration under -
§1.142(b). An applicant whao desires
examination of an invention so
withdrawn from consideration can file a
divisional application under 35 U.5.C,
121, e
Section 1.129(c) is being added to .
clarify thal the provisions of §31.128 (a)
and (b) are not applicable to any .. .
application filed after June 8, 1995.
However, any application filed on June
8, 1995, would be subject to a 20-year
patentterm. .. ... ., :
Section 1,137 is being amended by
revising paragraph [c) to eliminate, in
all applications filed on or after June 8,
1995, except design applications, the .
requirement that a terminal disclaimer
accompany any petition under

"§1.137(a) not filed within six (6]

months of the date of the abandonment
of the application. The language “filed
before June 8, 1995" and “filed on or
after June 8, 1995"" gs used in the , .-
amended rule, refer to the actual United

."States filing date, without reference to

any claim for benefit under 35 US.C.
120,121 or 365. L ‘

' Section 1.139 is Béing added to set
farth the procedure for reviving a

" provisional application where the delay

was unavoidable or unintentional. .-

+ Section 1.139(a) addresses the revival of
" a provisional application where the
- delay was unavoidable and § 1.139(b)

addresses the revival of a provisional
application where the delay was
unintentional. Applicant may petition
to have an abandoned provisional -
application révived as a pending * -

- provisional application for a period of

no langer than twelve months from the
filing date of the provisional application
where the delay was unavoidable or
unintentional. It would be permiissible
1o file a petition for revival later than

- twelve months from the filing date of

the provisional application but only to
‘revive the application for the twelve-

* month period following the filing of the

~provisional application. Thus, even if
the petition were granted 1o reestablish
the pendency up to the end of the
twelve-month period, the provisional
application would not be considered
pending after twelve months from its
filing date. The requirements for ..

‘reviving an abandoned provisional -

application set forth in §1.139 parallel
the existing requirements set forth in
§1.137. . —_— :
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Sections 1.177, 1.312(b). 1.313(a), and
1.314 are betng amended to replace the
references to § 1.272{i)(1) with references
10 §1.17{i) 10 be consistent with the
changeto §1.17. - -

Section 1.316(d) is being amended to
eliminate, in all applications filed on or
afler June 8, 1995, except design
applications, the requirement that a
terminal disclaimer accompany any
petition under §1.316(b) not filed
within six (6) months of the date of the’
abandonment of the application. .
Acceptance of a late payment of an issue
fee in a design applicationis .

_specifically provided for in §1.155.

Therefore, § 1.316 does not apply to
design applications. The language “filed
before June 8, 1955" as used in the
amended rule, refers to the actual
United States filing date, without ;"
reference 1o any claim for benefit under
35U.5.C. 120,121 or 365. .

Section 1.317(d) is being removed and
reserved to eliminate the requirement
that a terminal disclaimer accompany
any petition under § 1.317(b)} not filed
within six (6) months of the date of
lapse of the patent. - . . .. . ..

Sectiort 1.666 is being aménded to -
replace the reference to §1.17(i)(1) with
areference to § 1.17(i] t6 be consistent
with the change to §1.17,. .~ . -

. Section'1.701 is being added to set -
forth the procedure the PTO will follow
in calculating the length ofany
extension of patent term'to which an
applicant is entitled under 35 US.C.
154(b) where the issuance of a patent on
an application, other than for designs,
filed on or after June 8, 1995, was
delayed due to cerlain causes of :
prosecution delay. Applicants need not

. file a request for the extension of patent

term under § 1.701. The extension of

. patent term is automatic by operation of

law. It is current]y anticipaled that
applicant will be advised as to the
length of any patent term éxtension at
the time of receiving the Notice of
Allowance and Issue Fee Due. Review of
the length of a patent term extension
calculated by the PTO under §1.701
prior to the issuance of the patent would
be by way of petition under §1.181. If
an error is noted after the patent issues,
patentee and any third party may seek
correction of the period of patent term
granted by filing a request for Certificate
of Correction pursuant to § 1.322. The
PTO intends to identify the length of
any patent term extension calculated
under § 1.701 on the prinied patent.
Section 1.701(a) is being added to
identify those patents which are entitied
to an extension of patent term under 35
U.8.C. 154(b). : o
Section 1.701(b) is being added to
provide that the term of a patent entitled
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to extension under § 1.701{a) shall be
extended for the sum of the periods of
delay calculated under §§ 1.701 (¢){1].
(}{2), {c)(3) and (d). 10 the extent that
those periods are not overlapping, up to

.a maximum of five vears. The section .

also provides that the extension will run
from the expiration date of the patent.

Section 1.701(¢)(1) is being added to
set forth the method for calculating the
period of delay where the delay was a -
result of an interference proceeding ;.
under 35 U.8.C. 135(a). The period of
delay with respect to each intecference’ -
in which the application was involved
is calculated under §1.701{c)(1)(D) to -
include the number of days in the
period beginning on the.date the
interference was declared or redeclared
to involve the application in the

- interference and ending on the date that

the interference was terminated with

" tespect to the application. An .

interference is considered terminated as
of the date the time for filing an appeal
under 35 U.S.C. 141 or civil action
under 35 U.5.C. 146 expired. If an
appeal under 35 U.5.C. 141 is taken to
the Court of Appeals for the Federal
Circuit, the interference terminates on
the date of receipt of the court’s = . =
mandate by the PTO. If a civil action is
filed under 35 U.5.C. 146, and the =
decision of the district court is not
appealed, the interference terminates on
the date the time for filing an appeal -
from the court’s decision expires. See
section 2361 of the MPEP. The period of
delay with respect to an application
suspended by the PTO due to -
interference proceedings under 35 - -
U.8.C. 135(a) not invelving the - -
application is calculated under .
§1.701(c)(1)(ii) to include the number of
days in the periad beginning on the date
prosecution in the applicationis - ..
suspended due to interference . =~ ,

‘proceedings not involving the - - -
. application and ending on the date of

the termination of the suspension. The
period of delay under § 1.701{a}{1} is the
sumn of the periods calculated under -
§§1.701 (c)(1)(i) and (c)(1){ii}, to the
extent that the periods arenot - .
overlapping. S .
Section 1.701(c)(2) is being added to
set forth the method for calculating the
period of delay where the delay wasa
result of the application being placed
under a secrecy order. . - |
Section 1.701{c)(3) is being added to
set forth the method for calculating the
period of delay where the delay was a
result of appellate review. The period of
delay is calculated under §1.701(c)(3) to
include the number.oldays in the
period beginning on the date on which
an appeal to the Board of Patent
Appeals and Interferences was flled
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under 35 U.5.C. 134 and ending on the'
date of a final decision in favor of the .
applicant by the Board of Patent
Appeals and Interferences or by a. .-
Federal court in an appeal under 35
U.S.C. 141 0ra cml action under 35
U.5.C. 145: i
Section 1. 701(d) is hemg added to set
forth the method for calculating any
reduction in the period calculated under
§1.701{c)(3). As required by 35 U.5.C.
154(b){3)(B). § 1.701(d){(1) provides that
the period of delay caleulated urider
§ 1.701{c}{3) shall be reduced by any-
time during the period of appellate- .
review that occurred before three years'
from the filing date of the first national
application for patent presented for .~
examination. The *‘filing date” for the
purpose of §1.701(d}{1) would be the
earliest effective U.8. filing date, but not
including the filing date of a provisional
application or the international filing
date of a PCT application. For PCT
- applications entering the national stage,
the PTO will consider the “filing date™
for the purpose of § 1.701(d)(1) to be the.
date on which applicant has complied
with the requirements of§ 1.494(b}, or:
§1 495(b). if applicable..” .
' As contairied in Public Law 103465,
35 U.5.C. 154(b)(3}{C) states that the
eriod of extension referred to in 35
1.5.C. 154(b)(2) “'shall be reduced for
the period of time during which the
~ applicant for patent did not act with due
diligence, as'determined by the. ¢
~ Commissioner.” Section 1.701(d)}{2) is
being added to provide that the period
of delay calculated under § 1.701(c)(3)
shall be reduced by any timé during the
period of appellate review, as :'
determined by the Commissioner, "
during which the applicant for patent
did not act with due diligence. Section
- 1,701(d)(2) also provide thatin - - .-
determining the due diligence of an . -
applicant, the Commissioner may -
examine the facts and circumstances of
the applicant's actions during the period
of appellate review to determine
- whether the applicant exhibited that
degree of timeliness as may reasonably
be expected from, and whichis -

ordinarily exercised by, a person during :

a period of appellate review. Acts which
the Commissioner considersto -
constitute prima facie evidence of lack
of due dlhgence under § 1.701(d)(2) are
suspension at applicant's request under
§1.103(a) during the period of appellate
review and abandonment dunng l.he
‘penod of appellale rev1ew :

Sectmn 321is bemg amended to
provide that an assignment relalmg toa
national patent apphcahon must .
identify the national patent apphcahon
by the application ntimber (consisting of
the series code and the serial number,

4-27-85
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e.g., 07/123,456) and to eliminate the
use of serial number and filing date as-
an identifier for nitional patent -
applications in assignment documents,
This change is intended 1o eliminate "
any confusion as to whetheran ~ -
application identified by its serial
number and filing date in an assignment

document is an application filed under -

§1.53(b)(1), 1.60 or 1.62 or a design
apphcanon ora prov:sxonal application
since there is a different series code
assigned to each of lhese types of
applications, = :
ection 3.21 is also bemg amended to
provide that if an assignment of a patent
apphcahon filed under § 1.53(b}(1) or

' §1.62 is executed concurrently with, or

subsequent to, the execution of the "
patent application, but before the patent
application is filed, it must 1dent1fy the
patent application by its date of ’
execution, name of each inventor, and
title of the invention so that there can
be no mistake as to the patent
application intended.

Further, §3.21 is being amended to
provide that if an assignment of a
provisional application is executed

‘before the provisionial application is

filed, it must identify the provisional
appllcauon by name of each inventor
and title of the invention so that there
can be no mistake as to the prov151onal
application intended,

ection 3.81 is being ‘amended to
replace the reference 10§ 1.17(i}{1) with
a reference ta § 1:17(i) to be consistent
with the change to § 1.17.

Responses to and Analysis of
Comments: Forty-nine written
comments were received in’ response to
the Notice of Proposed Rulemaking.
These comments, along with those made

. at the public hearing, have been

analyzed. Some suggestions made in the
comments have been adopted and
others have not been adopted.
Responses to the comments follow.

General Comments

1. Comment; Cne comment

queshoned the use of the word*

“proposed” in the notice of proposed
rulemaking in describing the statutory
amendments conlamed in Pubhc Law
103-4635.

Response: The stalutory changes
contained in Public Law 103-465 were
described as “‘propesed’ changes in the
Notice of Proposed Rutemaking because
the President had not signed the~
legislation at the time the notice was -
prepared for publication. In fact, the

- legislation was signed by the President
‘on December B, 1994, whlch is the date

of gnactment.
2. Comment: Several commentsTrged
the PTO to favorably consider the 17/20

patent term specified in H.R: 359 since .
this proposed legislation would : .:
overcome the existing impact of.
extended PTQ prosecution and =u:i:)
eliminate patent term extensions for
prosecution delays. Furthermore, the: .
proposed legislation is consistent with
the Uruguay Round Agreements Act
Pubhc Law 103—-455 .

Response The admmlstrahon and the
PTO strongly beliéve that the 20-year .
patent term as enacted in Public Law.:
103465 is the appropriate way to

_implement the 20-year patent terrn:&

required by the GATT Uruguay Reund
Agreertients Act, The PTO will take
steps to ensure that processing and
examination of apphcallons are handled
expeditiously.

3. Comment: One ccmment-atated that
the proposed rules are premature in’ |
view of the Rohrabacher bill, H.R. 359,

Response: The proposed rules are not
premature, Public Law 103465 was
signed into law on December 8, 1994,
with an effective date of June 8, 1995,
for the implementation of the 20-year 2
patent term and provisional - =g
applications. The Commxssxoner must
promulgate regulations to unplernent 5

the changes requn-ed by Public Law
103-4865. -

4. Comment: One comment slated that
there is nothing in the TRIPs agreement
that requires the term to be measured
from filing, nor that provisional -
applications be provided for, nor that
new fees of $730 as set forth in §§1.17
{r) and (s) be established. It is suggested
that 35 U.S.C. 154 be amended to - -
provide that”'every patent {other than a
design patenl) shall be granted a term of
twenty years from the patent issue date,
subject to the payment of maintenance
fees.” It was also suggested that the | -~
section regarding maintenance fees be -
amended to add a new fee payable at
16.5 years of $5000 {for large entity)/
52500 (for small entity} for maintenance
&f patent between 17 and 20 years. :

" Response: The suggestion has not -
been adopted. The administration and
the PTO strongly believe that the 20- .
year patent term as enacted in Public
Law 103465 is the appropriate way to

- implement the 20-year paten? term.-

required by the GATT Uruguay Round

. Agreements Act. The establishment of a

provisional application is not required
by GATT. The provisional application .
has been adopted as a mechanism to -
provide easy and inexpensive entry into
the patent system. The filing of -
provisional applications is optiortal.
Provisional applications will place - -
domestic applicants on an equal footing
with foreign applicants as far as the .
measurement of term is corierned
because the demestic priority peried,
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like the foreign priority period, is not
counted in determining the endpoint of*
the patent term. As to the §§1.17 {r] and
(s) fees, the statute authorizes the
Commissioner to establish appropriate
fees for further limited reexamination of
applications and for examination of
more than one independent and dlsunc{
inventiens in an application.

5. Comment: One comment suggested
that the 20-year patent term of claims
drawn to new matter in continuation-in-
part (CIP) applications be measured
from the filing date of the CIP -
application, irrespective of any "~
referencr to a parent apphcauon under
35U.S.C.120. . .~

Response: The suggestion has’ hot
been adopted. The term of a patent is
not based on a ¢laim-by-claim approach.
Under 35 U.S.C. 154(a)(2), ifan -
application claims the benefit of the
filing date of an earlier filed application
under 35 U.S.C. 120, 121 or 365(a), the
20-year term of that application will be
based upon the filing date of the earliest
‘U.S. application that the application -
makes reference to under 35 U.S.C. 120,
121 or 365(a). For a CIP application,”
applxcant should review whether any '
claim in the patent that will issue is -
supported in an earlier apphcauon I
not, applicant should consider - ‘
canceling the reference to the earher ‘
filed application.* - =

6. Cormmnent: One comment ob}ected
to the 20-year term provisions of Public
Law 103465 because it was believed
that payment of maintenance fees would
be required earlier under 20-year term
than under 17-year term.

Response: The payment of :
maintenance fees are not due earlier
under 20-year term'than under 17-year
term; Maintenance fees continue to be
due at 3.5, 7.5 and 11.5 years from the
issue date of the patent.

7. Comment: Several comments
suggesied that the expiration date be -
printed on the face of the patent.

Response: The suggestion has not -
been adopted. The expiration date will
not be prirted on the face of the patent.
The PTO will publish any patent term
exterision that is granted as a résult of
administrative delay pursuant to'§ 1.701
on the face of the patent. The term of a
patent sill be readily discernible from
‘the face of the patent. Furthermiore, it is
noted that the term of a patent is
dependent on the timely payment of
maintenance fees which is not prmled

.o the face of the patent

8. Comment: One comment suggestec[
that in order to aid the bar in advmng
clients as to whether a Pprovisional -
apphcanon hashad its priority clan-ned
in a patent, the PTO should somehow
link the provisional application number

4-27-95
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with the complete application numher ‘
and/or the patent number.

Response: 1t is contemplated by the
PTO that all provisional applications
will be given application numbers,
starting with a series code 60"
followed by a six digit number, e.g.,

'60/123.456." If a subsequent 35 ULS.C.
111(a) application claims the benefit of .
the filing date of the provisional .
application pursuant to 35 U.S.C, 119(e]
results in a patent, the provisional- - )
application would be listed by its
application number and filing date on.
the face of the patent under the heading
“Related U.S. Applic~tion Data.” The
public will be able to identify an’
application under the above-noted
heading as a provisional apphcatlon by
checking to see if it has a series code of
“60." . L

9. Comment: Several comments
suggested that the PTO consider
modifying the rules to permit the filing
of all applxcatlons by dssigniees. This
would promoté harmonization with ™

" other patent laws throughout the world

and would eliminate one of the
difficulties which will occur for the
PTO in considering clairns for pnonty
based on the filing of a prov:smnal
apBIlcatlon ' :

esponse: Asmgnee ﬁlmg was ¢
recommended in the 1892 Advisory -
Commission Report on Patent Law
Reform. The PTO is currently
uridertaking a project to reengineer the
entire patent process. The suggeshon )
will be taken under advisement in that’
project.

10. Comment: Several comments
stated that a complete provisional
application should not be forwarded to
a central repository for storage.

Response: In view of the reiatwely
small filing fee for a provisionial - - '
application and the fact that the -
provisional application will not be
examined, PTO handling must be kept
to a minimum and these provisional
applications, cnce complete, will be *
sent to the Files Reposnory for slorage
rather than being kept in'the *
examination area 6f the PTO.

11. Comment: One commenl
suggested that the provisional - - ~-i”
application be maintained with the 35~
U.S.C. 111(a) apphcanon because the
examiner miay need it to determine
whether the 35 U.S.C. 111(a} application
is entitled to the benefit of the'prior -
provisional application and in the event
of 18-month publicaticn, there will be a
demand for accessibility by the public
to the provisional and 35 U.5.C. 111(a)
apghcauons ugon publicatiom.

esponse: The suggestion has not -

" been adopted. Benefit of the same -~ -
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provisional application may be claimed
in a number of 35 U.S.C. 111(a)
applications. If the PTO is to maintain
the provisional application file with one
of several 35 U.S.C. 111{a} apphcauons
claiming benefil of the provisional
application and the 35 11.5.C. 111(a) ..
application contairing the prov 1smnal
application file were to go abandoned
while one of the other 35 U.S.C. 111{a} -
apphcauon issues, the public would be’
entitled to inspect the provisional - .
application file but not the abandoned .
351U.5.C. 111(a) application file /.-,
containing the provisional application .
file. Thls wou]d create access problems.

12. Comment One comment
suggested that provisional a phcatmns
be available in full to the pu %hc if the
beneﬁt of priarity is being claimed,

“Response: Section 1.14 relaling to .
access applies to all applications | .
including provisional applications. If
the benefit of a provisional apphcatmn
is claimed in a later filed 35 U.S.C.
111{a} application which resulted in a :
patent, then access to the provisional .-
application will be available to the .
public pursuant to § 1.14. The mere fact
that a provisional application is claimed
in & later filed 35 U.S.C. 111(a} . i
application does not give the public.: -
access to the provisional application :::
unless the 35 U.S.C. 111(a} apphcauon
issues as a patent. ‘

13. Comment: Several comments
requested that the PTO clarify whether,
a 35 U.5.C. 111(a) application will be :
accorded an effective date as a reference”
under 35 U.5.C. 102(e) as of the filing

. date of the provisional application for -

which benefit under 35 U.5.C. 118{e} is
claimed.f s0, the comment questioned
whether pending applications will be .
rejected under 35 U.S.C. 102(e) on the
basis that an invention was described in
a patent granted on a provisional .. -
application by another filed in the U. s.

- before the invention thereofbythe Ler

applicantfor patent.

Response:1f a patent is granled on a
35 U.S.C. 111(a) application claiming’
the benefit of the filing date ofa -, ..
provisional application, the ﬁimg date
of the provisional apphcanon will be .
the 35 U.S.C. 102{e] prior art date. A
pending application will be rejected

zunder 35 U.5.C.-102(e) on-the basis that

an invention was described in a patent
granted on a 35 U.3.C. 111(a)
application which claimed the beneﬁt of
the filing date of a pro\nsmnal o
application by another filed in the U, S
before the invention thereof by Lhe
applicant for patent.

14. Comment: One cor.nmem .
suggested that the PTOFissue a final rule
stating thatif a 35 U.S.C. 111(a)
application claims the benefit of the -

R
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filing date of a provlqmnal application, .
the “inventive eplity” for the purposes’
of 35 U.5.C. 102{e) will be the inventors
listed on the issued patent, and lhe list -
of inventors in the provisional® -
application shall have no'effect on lhe
identity of an-"inventive etmly for the.
purposes of 35 U.5.C. 102(e).- ot

Response: The suggesuon has not |
been adopted. The “inventive entity™.
for the purpose of 35 U.5.C. 102(e) is
determined by the palent and not by the
inventors named in the provisional -- -
application. As long-as the requirements
of 35 U.5.C. 119(e) are salisfied, a patent
pranted on a 35 U.5.C. 111(a)
application which claimed the beneﬁt of
the filing date ol a provisional::;% .
application has a 35 U.5.C. 102(&) prior
art effect as of the filing date of the -
provisional application based on the |«
inventive enlily of the patent: It is cléar
from 35 U.5.C. 102(e) that the inventive
entity is determined by the patent and .:
a'rule to this effect is not n’ecessary.' 57

' 15. Comment: One comment
requested the PTO to express.i its .z
position as to whether the filingofa
provisional application with the: "=
subsequent filing of a 35 U.S.C. 111{a} :
application claiming benefit of the .-
provisional application under 35 U. S.C.
118{e) creates a prior art date againist, .-
other patent apphcants under 50, S C
102(3)

Response Asto 35 U. S C. 102(3) the
fihng of a provisional application with
the subsequent filing of a 35 US.C. "«
111(a) application claiming benefit of .
the provisional application under 35 ..
11.5.C. 119(e) creates a prior art date.s

.under 35 U.5.C. 102{g) as of the filing
dale of the provisional apphcanon

:16. Comment: One comment : :
suggested that in view of the Zoyear :
patent term measured from filing, .-
§1.103(a) should be deleted. The PTO
should not have the right to suspend: .
action on any application, thereby .. ¢ -
reducing applicant’s term of prolechon

Hesponse Section 1.103(a) refers lo,.
suspension of action as a result of 2%
request by applicant. If applicdnt wnshes
to suspend prosecution and thereby -0
reduce his‘her term of protection;* =
applicant should be permitted to do 50,

17. Comment: One commient @ 2. 5.1
suggested that in order to avoid delays
resulting from consideration of petmons
to withdraw premature notices of -
abandonment, examiners should be- ¢ ;:

' required to conlact an attorney of record
prior to abandoning the application to-
find out if a response to an Office "~ ;.
cornmunication has been filed.”

" Response: The suggestion has not’
been adopted. However, in order to
avoid loss of patent term, applicants are
encouraged to check on the status in .«
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cases where applicants have not
received a return postcard from the PTO
within two (2] weeks.of the ﬁhng ofany
response to a PTO action. -

18. Comment: One comment asked
whether there is a “'cut-off" date after
which patentees may lose the
opportumty o choose 17 Vs 20 year .
patent term, ~- .. T i
_ Response: The “cut- oﬂ‘ dala is ]una ;
8, 1995. A patent that is in force on June
8, 1995, or a patent that issues after June
8, 1995, on an application filed before
June 8, 1595, is automatically entitled to
the longer of the 20-jear patent term
measured from the earliest U.S. effective
ﬁlmg date or 17 years from grant. This
is automatic by operahon oflaw,
Patentees need not make any election to

after ]u.ne 8, 1995 is entitled to & 20-year
patent term measured from the earhest
U.S. effective filing date! ¢

19. Comment: One comment stated -
that there is'ng clear guldance astoa
patentee’s “bonus rights” that may arise
because of the d:fference in & 17-year
term vs. a 20-yea: term. Will parties that
were previously in a licensing
arrangement have to renegotiate terms
for the bonus patentterm? ™~ -~

- Response: Section 154(c) of title 35
United States Code, states that the "™
remedies of sections 283 (mjunctlon),f.f
284 (damages) and 285 (attorney fees)
shall not apply t6 acts which were .
commenced or for which substantial,
investment was made before June8,
1995, anid became infringing by reason
of thé 17/20 year term and that these ~
acts may be continued only upon the
payment of an equuab!e remuneration
to the patentes that is determined in an
action brought under chapters 28 and 29
of Title 35. There is no gmdance ’
prcmded in the statute as'to the
mearung of "'substantial mves!.ment
and “‘equitable remuneration."”
Licensing asrangements are between the
parties to the agreement and are
determined by the termis of the
agreement and state law and a}'e outside
the jurisdiction of the PTO. '~

20. Comment; One comment .
questioned whether an international
application designating the U.S. filed
before June 8, 1995, with entry into the
U.S. national slage on or aRer June 8,

.1995, preserves the 17-year. patem term

measured from grant. , i
. Hesponse An mtemanonal LT
application designating the U.S, that i is
filed before June 8, 1995, with entry into
the U.S5. national stage under 35 U.S. C.
371 on or after June 8, 1995, preserves .
the option for a 17-year patent | term:
measured from date of grant.

21, Comment: One comment -
suggested that 35 U.S.C. 371(c) be
amended because a declaration should
not be nequlred to obtain a filing date )
and a prior art dafe under’ 35US. C o
w02de). .. L

Response The suggestmn has not .
been adopted This issue was not =~
addressed in the Notice of Proposed .
Rulemaking. However, the’ suggeshon
will be taken under advisemient ds part..
of a comprehensive effort bemg e
conducted by the PTO to re-engineer lha
entire patent process U

22. Comment: Onhe comment .
suggested that §§ 1.604, 1.605 and 1. 607
be amended to state that provisional .
applications are not subject to ",
interference..: . . ’

Response: The suggeshon ‘has not .
been adopted because it is unnecessary
By statute, 35 U.S.C. 111['b)(8}
provisional apphcatmns are not sub;ect
t0.35 U.5.C. 135, 1.e,,a prov1sxonal
application will not be placed in o
interference. , L

23. Comment One comment
suggested that §51.821-1.825 be
amended so that (1) only unbranched
sequences of ten or mors amino acids
and twenty or more nuclectides which
are claimed have to be included in .
Sequence LLstmgs. (2] pmvmusly )
published sequences can be’ omltted L
and (3) the sequences of primersand - .
ol:gonucleouda probes should notbe .
included in a Sequence Listingif =~

|

_encompassed by another d1sclosed

uence. .

esponse: The suggestxon hasnot
been adopted. There was no change ‘
proposed to §§ 1. '821-1.825 in the
Notice of Proposed Rulemaking. . .
However, the suggestion will be taken’
under advisement as part ofa "~
comprehensive effort being ‘conducted
by the PTO to reengmeer the entire’-
palen Cprocess .

omment: One commem

suggested that §§5.11 to 5.15 be.
amended to provide for the grantof a _
foreign license for a provnsmnal
athcation

esponse: The suggestmn 'has: not
been adopted. The present language’ of
§§5.11 to 5.15 already provides for the
grant of a foreign license fora -~
provisional application. . -.

25. Comment: One comment,
suggested that in 6rder to assist defense
agencies in reviewing application for
secrecy orders, PTO should (1) .
automatically impose a secrecy order on !
any application filed under 35 U.S.C.
111(a) if a secrecy order wds previously
frposed on correspondmg provisional
application, and (2) require applications
filed under 35 U.S.C. 111{a) based on a

. previous provisional applization to
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indicate changes made to the
provisional application in the 35 U.S.C.
111(a) application by means of
underlining and bracketing, '

Response: The suggestions have not .
been adopted. The PTO cannot - -
automalically impose a secrecy order on
any 35 U.5.C. 111(a) applications even
if a secrecy order was previously
imposéd on a provisional application,
for which benefit under 35 U.S.C. 119{&)
is claimed, unless the agency which -
imposed the secrecy order on the
provisional application specnf‘ ically =
requests the PTO to do so since the 35
U.S.C. 111(a) apphcalmn coild disclose
subject matter which is different from -
that which is disclosed in the
provxslonal application. - © - S

“As to item F % the PTO will not
require applicants lo identify the
differences in subject matter disclosed
in the 35 U.S.C, 111{a) applicatién and
the provisional application. :

26. Comment: One comment
suggested that in order to relieve
defense agencies from possible liability
foi secrecy orders imposed for more
than 5 years, the PTO should seek ™ .:
legislation setting pateat term at 20 :
years from the earliest filing date or 17
years from the issue date, whichever is
longer, for dny patem apphcauon placed
under sectecy ordet. -

Response: The suggesuon has not

“been adopted. Thé PTO strongly -

believes that the 20-year patent term as
enacted in Public Law 103-465 is the ~
appropriate way to implemerit the 20-
‘Vearpatent térm required by the GATYT
Uruguay Round Agreements Act. The
35-year limit for patent term extension
set forth in §1.701(b) is requlre(:l by
statute 35US.C 154(b) R

it

Com.rnents Directed 16 SpeCLﬁc ‘Ru]es

27. Comment: One comment -
suggested that in order to eliminate the
need for the expression “other than a

“'provisional application™ in other parls

of the regulations, §1.9 should be
amended to identify a 35 U.S.C. 111(a)
application by some term that can be
:used in the rulés to distinguish that type
of application from a prowsmnal ~
'apEllcanon S GRS g
esponse: The Suggestton has been
adopted. The rutes are being amended

. to include a definition of the term

-“nonprovisional application"in § 1.9{a}
to describe an application filed under 35
’U S.C.111(a) or 371. Further, the term
nonpmws:onal application” is being
used in the final rules where the rule
-applies only to applications filed under

"'35U.8.C. 111(a) or 371 and not to | .

-provisional applications. ;... :
28. Comment: One comment
suggested that the rules be simplified if
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a n.mondlapplu_m on” could be

defined in § 1.9 1o exclude a provisional

Jp})ll( ation.
Tesponse The suggustion has not

been adapled. S(‘Chon 1.6{al. prior to

this rulemaking, detined a national
application to include any ‘application ’
filed under 35 U.S.C. 111 A provisional
application is an application filed under
35 U.S.C. 111. Itis appropriate to define
a provisional applicalion’aga sPemal
type of nalional application.

29. Comment: One comment :
requested an explanation of the showing
requ:red ina pbnhon under §§1.12 and

1.14 for access to pending applications’
and to assignment records for pending
apglicalions. ‘ T

esponse: There was no'substantive |
change proposed lo either §1.12'or 1.14
in the Notice of Proposed Rulemaking. -
Thus, the showing required in a petition
under §1.12 or 1.14 remains the'same
after this final rutemakirg as before. A
discussion of such a petition can be
found in section 103 of the MPEP.

30. Comment: Several commients ™ :* *
ob]ected to the definition in § 1. 45((:] of
joint inventors in provisional = *©
applications as bemg those havmg ‘made
a contribution to “the subject matler
disclosed” jn the _provisional _-
apphcanon Various langnage, such as,

“the subject matter which consntutes 1
the invention,” “subject matter
disclosed and regarded to bé the + -~
invention,” "“disclosed invention,” *the
inventive subject matter disclosed’ was
suggested. Another comment requested
guidance as to the determination of
inventorship in a provxsmnal Tl
apgllcauon

esponse: The suggestion has not
been adopted. The term “invention™ is
typically used to refer to subject matter
which applicant is claiming in his/her
application. Since claims are not
required in a provisional application, it
would not be appropriate to reference
joint inventors as those who have made
a contribution to the “invention”
disclosed in the pl‘onSanal application.
If the “invention" has notheen °
determined in the provisional
application because no claims have’
been presemed then the name(s) of -
those person(s) who have madea '
contribiition to the subject matier .
disclosed in the provisional appllcatmn
should be'submitted. Section 1.45(c)
states that "if multiple inventors are
named in a ‘provisional application, :
each named inventor must have made a
contribution, individually or jointly, to
the subject matter disclosed in the
provisional apphcauon All that-
§ 1.45(c) requires is that if someone is
named as an inventor, thatperson must
have made a contribution to the subject
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matter disclosed in the provisional
applicatien. When applicant has
determined what the invention is by the
filing of the 35 U.S.C. 111{s)
application, that is the time when the
correct inventors must be named. The -
35 U.5.C. 111(a) application must have
an inventor in common withthe' =~
provisional application in order for the
35 U.5.C. 111(a) anplication to be . -
entitled to claim the benefit of the | .
provisiona! epplication under 35'U.8.C.
119(e). .

31 Compient: Sexeral commenis”
suggested that it might be demrable to
cormrect” mventcrshlp in‘a prons:onal-
application where an individual was -
erronecusly named as an inventor and -
that the procedure for doing so shOuld
be set forth in §1.48. " -

Response: Under 35 U.S.C. 119{e} as
contained in Public Law 103-465,a 2
later filed apphcanon under 35 U.S.C.
111(a) may claim priority benefits based
on a copending provisional application
s0 long as the applications have at least
one inventor in common. An error in -
nammg a person as an inventor in a

:prowstonal application would not -
Tequire correction by deleting the ' &«

erroneously named invéntor from the
provisional application since this would
have no'effect upon the ability of Lhe
prowsmnal application to serve'as a:
basis for a priority claim under 35 -
U.5.C: 119(e). However, in response to
the comments, § 1.48 is being amérided
to inchide a new paragraph {e) which
sets forth the requirements for deleting
the names of the inventars mcorrectly
named as joint inventorsina «~ 27
provisional application, namely,a *
petitiod including a verified statement
by the inventor(s} whose namels) 4re -
being deleted stating that thé error aross
without deceptive intent, the fee set '
forth in §1.17{q) and the written *
consent of all assignees. -

32. Comment: One comment
suggested that in order to make the
procedures for provisional apphcatmns
as simple as possible, there is no need

to provide any rules to add inventor(s)

or change inventorship in a provisional
application since the whole concept of

,mventorshlp is meaningless w1thout a
‘claim, Error in’ lnvenlorshxp canbe'

corrected by the filing of and 35 U.S. C
111{a) application within 12 'months
after the filing of a prov:swnal -
athcaUOn o
esponse; The suggeshon has not
been adopted. One of the requ:rements
of 35 U.S.C. 119{e) is that 2 35 U.S.C.".
111(a) apphcatlon must have at least
one inventor in common with a
provisional application in order for the
35 U.S.C. 111(a) application to be *~
entitled td claim the benefit of the ﬁling
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date of the provigional application. In
situations where there is no invenlor in
common hetween the 35 U.S.C. 111({a}
application and the provisional
application due to error in naming the
inventors in the provisienat application,
procedures must be established to
purmit applicant to correct the
inventorship in the provisional
application. "+ ¢ Co
33. Camnfment; One comment .- .
suggested thai an individual who'is the
inventor of subject matter disclosed in-
a provisional application, but who is not
named as an inventor in the provisional
application because that subject matter
was not intended to be claimed in a’
later, filed 35 U.S.C. 111(a) application,
could be added as an inventor pursuant
to § 1.48(d) in the provisional = = =
application if the subject matter was
claimed in 35 U.S.C. 111{a) application.
Response: The individual could be
added as an inventor pursuant to
§1.48(d) in the provisional application
so long as the individual was originally
omitted without deceptive intent. "
34. Comment: One cornment . .
questioned whether it would be proper
for a registered practitioner who did not
file the provisional application to'sign.
the statement required by § 1.48(d} that
the error occurred without deceptive .
intention on the part of the inventors,
Response: It would be proper for a
registered practitioner who did not file
the provisional application to'sign the
statement required by § 1.48(d}, if the
registered practitioner has a reasonable
basis to believe the truth of the, ...
statement being signed.”. ~ | .
35. Comment: One comment "
suggested that there should be no .
diligence requirement to correct

_inventorship in a provisional .

application. - ..~ .. . .

esponse: Diligenceisnota |
requirement to correct inventorship in a
provisional application in either
§1.48(d) or 1.48(e).

36. Comment: One comment = °
suggested that § 1,48(a) be amended by
deleting the requirements for a .
statement of facts verified by the |
criginal named inventor or inventors
establishing when the error without .
deceptive intention was discovered and
how it occurred™ and for the written
consent of any assignee. '

Response: The suggestion has not
been adopted, Thers was no substantive
change proposed to §1.48(a) in the
Notice of Proposed Rulemaking. Since’
the correction of inventorship affects
ownership rights, the existing rules are
designed to provide assurances that all
parties including the original named
inventors and all assignees agree to the
change of inventorship. If the
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requirements for verified statements of
facts from the original named inventors
and written consent of the assignees are
to be deleted, the PTO would no longer
hava the assurances that all parties agree
to the change. ' AR

37. Comment!: One comiment
expressed concern that a provisional
application filed without a claim will
leave subsequent readers with little or
no clue as tb what the inventors in the
provisional application considered to be
their invention at the time the
provisional application was filed and
doubted that a provisional application
filed without a claim defining the
invention could ever providea
sufficient disclosure tg support a claim
for a foreign ot U.S. priority date. ~

HResponse: Claims are not required by
the statute to provide a specification in
compliance with the requirements of 35
U.S.C. 112, first paragraph. However, if
an applicant desires, one or more claims
may be included in a provisional =
application. Any claim field witha "
provisional application will, of course,
be considered pant of the original
provisional application disclosure.

38. Comment: One comment
suggested that the PTO issue a
specification format or guideline for a
provisional application to enablean
inventor to comply with 35 U.S.C. 112,
first paragraph. ,

Response: The format of a provisional
application is the same as for ather
applications and is set forth in existing
§1.77 which is applicable to provisional
applications except no claims are
required for provisional applications. '

.39. Comment: Several comments ~
suggested that the PTO revise its rules
to clarify that strict adherence to the.
enablement, description and best mode
requirements of 35 U.S.C. 112, first” ~
paragraph, is not required in provisional
apBlications. , ) :

esponse: The suggestion has not
been adopted. The substantive
requirements of a specification
necessary to comply with 35 U.S.C. 112,

first paragraph, are established by court

cases interpreting that section of the
statute, not by rule. The case law
applies to provisional applications as
well as ta applications filed under 35
U.S.C. 111(a). T s

" 40. Comment: Several comments”
suggested that the rules or comments
published with the Final Rule indicate

‘whether there is any requirement to "

update the best mode disclosed in the
provisional application when filing the
35 U1.S.C. 11.1(a) application. i
Response: No rule was proposed to
address the Issus when going froma__
provisional application to a 35 US.C.”
111(a) application because no current

. will require the English language

‘required in § 1.52(d) in the provisional

rule exists when going from one 35
U.S.C. 111(a) application to another 35
U.5.C. 111(a} application. The question
of whether the best mode has to be
updated is the same when going from -
one 35 U.S.C. 111{a) applicaticn ta |
another 35 U.S.C. 111(a) application or
from a provisional application to a 35
U.8.C. 111(a) application. Accordingly,
the rationale of Transco Products, Inc._v. i
Performance Contracting Inc., 38 F.3d : g
551, 32 U.S.P.Q.2d 1077 (Fed. Cir. - .- £
1994), would appear to be applicable.

Clearly, if the substantive content of the
application does not change when filing

the 35 U.S.C. 111(a} application, there is

no requirement to update the best mode.
However, if subject matter is added to

the 35 U.S5.C. 111(a} application, there

may be a requirement to update the best

mode. &

41. Comment: One comment -
suggested that §1.51{c) be amended to -
permit a provisional application to be
filed with an authorization to charge . -
fees to a deposit account. . - .- ;-

Response: Section 1.51(c) permits an
application to be filed with an. . .
authorization to charge fees to a depasit
account. Section 1.51(c) applies to.
provisional applications. Therefere, no
change to § 1:51{c} is necessary. =

42. Comment: One comment .. .
suggested that the PTO confirm that.
there will be no precedural examination
of a provisional application other than
to determine whether the provisional
application complies with § 1.51(a}{2).

~ Response: The PTO intends to requirs
compliance with the formal -~ .~ -
requirements of §5 1.52(a}H{c) only to .
the extent necessary to permit the PTO
to properly microfilm and store the
application papers. : L

43. Comment; Several comments
suggested that an English translation of
a foreign language provisional :
application should not be required : -
untless necessary in prosecution of the
35 11.5.C. 111(a) application to establish
benefit. If an English translation is
required, there is no useful purpose to
require the translation at any time  -:
earlier than the filing of 35 U.S.C. 111{a)
application claiming the benefit of the -
provisional alEincation. G _

Response: Provisional applications i
may be filed in a language other than - |
English as set forth in existing § 1.52(d}.

However, an English language

- translation is necessary for security . '

screening purposes. Therefore, the PTO
translation and payment of the fee

application. Failure to timely submit the
translation in response to a PTO
requirement will result in the
abandonment of the provisional
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application. 1fa 35 U.S.C. 111(a)
application is filed without providing
the English language translation in the
rovisional application, the English
r anguage translatian will be required to
‘be supplied in every 35 U.S.C. 111(a)
application claiming priority of the non-
English language provtsaonal
application.

44. Comment: One comment
suggested that a new model oath or
declaration form for use in claiming 35
U.5.C. 119(e) priority and a “cover
sheet"” for use in filing provisional - -
applications be published as’an
addendum to the final rules. e

Response: The suggestion has been
adopted. See Appendix A for the sample
cover sheet for filing a provisional
application and Appendix B for the
sample declaration for use in clalmmg
35 U.5.C. 119(e) priority. - i

45. Comment: One comment
suggested that the statement in
§1.53(b}(2) that tha provisicnal
application will not be given a filing
date if all the names of the actual
inventor or inventor(s) are not supplied
be deleted and §1.41 be amended to .

make an exception for provisional
applications. The comment suggested -
that 35 U.S.C. 111(b),is satisfied as long
as the name of one person who made an
inventive contribution to the subject .
matter of the application is given.

Response: The suggestion has not -
been adopted. Section 111(b) of title 35,
United States Code, states that "‘a
provisional application shall be made or
authorized to be made by the inventor.”
This language parallels 35 U.S.C. 111(a).
The naming of inventors for obtaining a
filing date for a provisional application
is the same as for other applications. A
provisional application filed with the

‘inventors identified as “Jones et al.”
will not be accorded a filing date earlier
than the date upon which the niame of
each inventor is supplied unlessa
petition with the fee set forth in §1.17(i)
is filed which sets forth the reasons the
delay in supplying the names should be

" excused. Administrative oversight is an
acceptable reason. it should be noted
that for a 35 U.S.C. 111(a) application'to
be entitled to claim the benefit of the
filing date of a provisional application,
the 35 U.8.C. 111(a}, application must
have at lgast one inventor in common
with the prowsmnal apphcatlon e

46. (.amment One comment .
suggested that a drawing should not be
required to obtain a filing date fora
provisional apphcallon ‘Whatever is .
“filed should be given a serial number
and filing date in order to'establish
status as a provisional application,
regardless of what is in the specification
or drawing, If the provisional ..~
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application omitted drawings, has pages
missing, ot is otherwise incomplete,
then applicant may not be able to rely
on the filing date of the provisional
application in a subsequently filed 35
U.S.C. 111(a) application. It should not
be the job of the Application Branch to
review compliance with §1.81(a). -

Response: Section 111(b) of title 35,
United States Code, states thata .
provisional application must include a
specification as prescribed by 35 U.S.C.
112, first paragraph and a drawing as -
prescribed by 35 U.S.C. 113. Drawings
are required pursuant’to 35 U.S.C. 113 ,
if they are necessary to understand the .
subject matter sought to be patented. If
a provisional application as filed . . .
omitted drawings and/or has pages
missing, the provisional application is
prima facie incomplete and no filing .-
date will be granted. Apphcahon
Branch currently reviews all
applications to make sure that no filing
date will be granted to an application
that is prima facie incomplete. . ‘
Application Branch will perform the
same type of review with prowsmnal
applications. If a filing date is not -
granted to a proﬂsmnal application ..
because it is prima facie lncomplete.
applicant may petition the PTO under :
§1.182 togrant a filing date to the . _ ;
provisional application as of the date of
depaosit of the application papers if it
can be shown that the omitted items are
not necessary for the understandmg of
the subject matter.

47. Comment: One comment ob;ected
to the requirement in § 1.53{(b)(2)(i) for
a cover sheet identifying the application
as a provisional application because it is
unnecessarily rigid and contrary to
Congress' desire to keep the filing of
provisional application as simple as
passible. -

Response: The requirement thata .
provisional application be specxﬁcally
identified on filing as a provlsmnal '
application is not seentobe .
burdensome on the applicant andis ..
necessary for the PTO to properly
process the papers as a provisional
application. All an applicant is required
to do in order to comply with the
requirement of § 1.53(b){2){i} is to
include a transmittal sheet 1dent1fymg
the papersbeing filedasa . ... ..
PROVISIONAL application. -

48. Comment: Several commems L
suggested that in §1.53(b)(2}(ii), as_ - .
proposed, the phrase “the expiration of
12 months after the filing date of the
provisional application™ should read

" “the expiration of 12 months after the -

filing date oi the § 1. 53[b)(1]
application”.

Response: The suggesuon has been
adopted.
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49. Comment: One comment objected
1o the requirement in § 1.53{b)(2)(ii) for
a petition to convert an application filed
under §1.53(b)(1) to a provisional
application and suggested thal any -
confusion concerning applicant’s
intention could be handled informally
without a petmon or petition fee.

Response The requirement fora
petition and fee is intended to ensure .
that the cost of any PTO reprocessing is
borne specifically by the apphca'xt
requesting the action. .. -

50. Comment: Several comments .
suggested that the filing fee required in
an application filed under 35 U.S.C.
111(a) claiming benefit of the filing date
of an earlier 35 U.5.C. 111{a) application
which has been converted to a :
provisional application under proposed
§1.53(b)(2}{ii} be reduced, since the .
$730/8365 filing fee was paid in the
earlier application..

Response: The suggesticn has not
been adopted. The filing fee required in
an apphcatmn filed under'3s U.S.C."
111(a} is set by statute. The statute does
not provide for the suggested reduction
in the filing fee. i

51. Comment: One’ comment
suggested that the propésed
§ 1.53(b)(2)(iii) should apply” : :
retroactively to permit apphcal:ons fited
between June 9, 1994, and June 8, 1995,
to be converted to provisional
applications. .

Response: The suggestmn has not -
been adopted The statute does not”
permit a prows:onal applicatios to have
a filing date prior to June 8, 1995.

52. Commeat; Qne comment
suggested that § 1.53(b)(2)(ii) be revised
to state that the petition requesting
conversion must also be filed before (1)
the application becomes involved in
interference, or (2) notice by the PTO of
intent to publish the apphcahon asa |
statutory invention registration. Thls .
suggestion conforms wuh 3B USC.

~rae

-11(b}{B).~ . .

Response: The suggestionhas not -
been fully adopted. It is ot necessary
to include interference in § 1.53(b)(2)(if)
because if a 35 U.5.C, 111(a) application
becomes involved in an interference
praceeding and applicant files a petition
requesting conversion of)that 35 U.S.C.
111{a} apphcancn to'a provisicnal -
application, the 35 U.S.C. 111(a} will be
removed from the interference
proceeding upon granting the petition to
convert. When a subsequent 35U.S.C.
111{a) application is filed based on the
provisional application, the subsequent
35 U.S.C. 111la) apphcanon could be
placed in the interfergrce proceeding if

necessary. As to the-reference to

.- statutory invention reglsu-atmn.

§1.53(b}(2)(ii) is being amended to .
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require the petition and the fee be filed
prior to the earlier of the abandonment
of the 35 U.5.C. 111(a) application, the
payment of the issue fee, the expiration
of 12 months after the filing date of the
35 U.S.C. 111(a) application, or the .
filing of a request for a statutory
invention registration under §1.293, .

53. Comment: One comment
suggested that the procedures for. -
converting a 35 U.S.C. 111{a} = ©
application to 2 provisional application
be explained in greater detall in *-
§ 1.53(b}{2){ii) or in the discussion. If a
35 U.S.C. 111{a) applicationis * © -
converted to a provisional application’
on the last day of the 12-month period,
and a second 35 U.S.C. 111{a) - :
application is concurrently filed, how
should this be done and how should the
first sentence in the second 35 U.S.C.
111(a} application be worded. -
Furthermore, if a 35 U.5.C. 111(a)
application is converted 1o a provisional
application on the last day of the 12-
month period, will it be necessary to file
a second 35 U.S.C. 111(a) application on
the same day, or else lose the priority
claim.

Response: The suggestion has not
been adopted. The language in -
§1.53(b)(2)(ii) is clear relating to the

_requirements for converting a 35 U.S.C.
111{a) application to a provisional
application, If applicant wishesto =
convert a 35 U.5.C: 111(a) application to
a provisional application, applicant *
must file a petition requesting the
conversion along with the petition fee

“set forth in § 1.17(q). The petition and
the fee.must be filed prior to the earlier
of the abandonment of the 35 U.S.C.
111(a} application, the payment of the
issue fee, the expiration of 12 months
after the filing date of the 35 U.S.C.
111(a) application, or the filing of a
request for a statutory invention -
tegistration under § 1.293. In the
example noted in the comment, if a 35
U.S.C. 111(a) application is converted to
a provisional application on the last day
of the 12-month period, a second 35 .
1J.5.C..111(a) application must be filed
op that same day, otherwise, applicant
will lose the priority pursuant to 35
U.5.C. 119{e). An example of how the
first sentence of the second 35 U.S.C,
111{a) application would read is, “This
application claims the benefit of U.S,
Provisional Application No..60/ ,
filed , which was converted from

Application No. . "

" 54. Comment: Oné commient - -
suggested that the PTO consider a rule
mandating that any prior U.S. '
application that would have been
eligible for conversion to a provisional
application that is abandaned in favor of
a continuing application within one
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year of the earlier priority date asserted
be deemed constructively converted to a
provisional application. ».. v .
Response: The supgestion has not
heen adopted. Cenversion of a 35 U.S.C.
111(a} application to a provisional will
be permitted only by way of a petition
and under the conditions set forth in
§1.53(b)(2)(ii). One reason for this is
that the PTO plans to provide sufficient
information on the printed patent to
determine the end date of the 20-year
patent term by identifying provisional
applications using a unique series code,
j.e., "60". Thus, a 35 U.5.C. 111{a}
application converted to a provisicnal
application will need to be reprocessed
by the PTO with a new application
number. The petition fee is intended to
reimburse the PTO for the extra
processing necessitated by the
conversion. ~ ¢ Do
55. Commnient: One comment stated
that § 1.33(b)(2)(ii) permits the
conversion of a 35 U.5.C. 111(a)
application to a provisional application.
However, it is silent as to whether such
a conversion would kill any benefit the
35 U.8.C. 111(a) application had of
domestic and/or foreign priority..
Response: Section 111(b){7) of title 33,
United States Code, specifically states
that a provisional application shall not
be entitled to the right of priority of any
other application under 35 U.S.C. 119 or
365{a) or to the benefit of an earlier
filing date in the United States under 35
U.S.C. 120, 121, or 365{c): Ifa 36 U.S.C.
111(a) application is converted to a

. provisional application, the granting of

the ¢onversion will automatically - -

" eliminate any claim of priority which

could have been made in the 35 U.S.C.
111{a) application. o

56. Comment: Several comments
suggested that it was inconsistent with
the purpose of the provisional
application to require any compliance
with the Sequence Disclosure Rules - .
§§1.821~1.823 and 1.825, since the
provisional applications are not .
examined and there is no comparison of

"'the sequences with the priorart.

Response: The Office agrees with the
comments that 4 provisional application
need not comply with the requirements
of §§ 1.821 through 1.825. Section
1.53{b)(2){iii) is being amended to
indicate that the requirements of
§§1.821 through 1.825 regarding
sequence listings are not mandatory for
a pravisional application. However,
applicants are cautioned that in order
for a 35 U.S.C. 111{a) application to
obtain the benefit of the filing date of an
earlier filed provisional application, the
claimed subject matter of the 35 U.5.C.
111(a) application must have been _
disclosed in the provisional application

x
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in a manner provided by 35 U.S.C. 112,
first paragraph. Applicantsare . |

encouraged to follow the sequence rules
to ensure that support for the invention
claimed in the 35 U.S.C. 111(a} !
application can be readily ascertained in 3
the provisional application. )

57. Comment: One comment
suguested that the language in .
§1.53(e)(2) that a provisional = -
application will beconte abandened no
later than twelve months after its filing
date was misleading and that the words
“no later than” should be deleted
because it was believed that a
provisional application could not be
abandoned prior lo twelve months after
its filing date. . S ‘

Response: The statute does not state

AT LR

. that a provisional application can never

be abandoned pricr to twelve months
afler its filing date: In fact. a provisional
application may be abandoned asa -. -
result of applicant’s failure to timely. -
respond to a PTO requirement. For:: -
example, if a provisional application ',
which has been accorded a filing date
does not include the appropriate filing
fee or the cover sheet required by -.:-

-§1.51{a}(2), applicant will be so notified

if a correspondence address has been
provided and given a period of time
within which to file the fee, cover sheet
and to pay the surcharge as set forth in
§ 1.16(1). Failure tg timely respond will

. tesult in the abandonment of the - .

application. This may occur prior to.
twelve months after its filing date.. ~

_Furthermore, a provisional application
“may also be expressly abandoned prior

to twelve months from its filing date. .
58. Comment: One comment objected
to the deletion of the “retention fee"
practice in §1.53(d] since it permits an
applicant in a first application claiming
benefits under 35 U.S.C. 118 (a}{d} or
120 to correct inventorship by filing a
second application without having to .
pay the full filing fee inthe first. " - .
application. S
Response: Since the comment .
indicated that there is a benefit to retain

" the retention fee practice, the proposal

to eliminate the practice is withdrawn.
59. Comment: One commenl stated
that the language of §§1.53 (d}{1) and
{d)(2) indicates an intent by the PTO to
mail the “Notice Of Missing Parts™ to
applicant’s post office address and._ .
argues that the “Notice™ should be
mailed to the registered practitioner )
who filed the application on behalf of: t
the'applicant. . - o0t - :
Response: The language in §§1.53 .
{(d)(1) and (d)(2) states that the applicant
will be notified of the missing part, if a
carrespondencs address is provided.
This means that the “Notice'$0 . ¢
applicant will be mailed to the
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carrespondence address provided in the
application papers. Under current PTO
practice, if no specific correspondence
address is identified in the applicalion,
the address of the registered practitioner
who filed the application on.behalf of
the applicant is used as the. -
correspondence address. If no specific
correspondence address or registered
practitioner is identified in the
application, the post office address of
the first named inventor is used as the
correspondence address. No change in
current PTO practice in this regard is
required as a result of § 1. 53(d)(2) nor is
any change plenned. -

60. Cornruent: Several comments
objected to the proposed deletion of -

§ 1.60.- Oue comment sugoesled that the
deletion of § 1.80 was & major rule
change and should have been proposed
separate from the proposed rules *
dealing with the changes in practice
tequired by Public Law 103—465.

Response: In view of the comments
received, the proposal to delete § 1.60 is
withdrawn. However, the proposal will
be considered as part of a
comprehensive effort being conducted
by the PTO to reengineer lhe entire
patent process.

61, Comment: One comment 2
$uggested that in view of the deletion of
§ 1.60, language should be incorporated
in § 1.53(a)(1) to state that a copy of the
prior application along with a copy of
the declaration may be filed to obtain a
filing date. Furthermore, full details and
guidelines of the procedure should

_accompany the rule.

‘ Response: The suggestion has not
been adopted The proposal to delete
§ 1.60 is withdrawn in view of several
comments received ob;ectmg to the
deletion. -

"62.Comment: One comment
suggested that the removal of the stale
oath practice be codified. :

"Response: The suggestion has not
been adopted. Neither the statule nor
the rules require a recent date of
execution to appear on the oath or
declaration. The PTO practice of
objecting to an oath or declaration
where the time elapsed between the °
date of execution and the filing date of
the application is more than three
months is found in section 602.05 of the
MPEP. Therefore, the removal of the’
stale ¢ath practice will be accomphshed
by amandmg the MPEP. "~

" 83. Comment: One comment

questioned whether a copy of an
application faxed to an attorney could

“be filed in the P’I‘O as the apphcauon

pa ’

Eesponse Yes. Whllea patent
application may not be faxed directly to
the PTO, an application faxed to an - :
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attorney may be forwarded 1o the PTO
by mail or courier as the application
papers provided the papers meet the
formal requirements of §1.52. Effective
November 22, 1993, § 1.4 was amended
1o include a new paragraph (dj to
specify that most correspondence filed
in the PTO, which requires a person’s
signature, may be an original, a copy of
an original or a copy of 2 copy. Only
correspondence identified in §§ 1.4(e)
and (f) require the original to be filed in
the PTO. Thus, an oath or declaration
required by §1.63, 1.153, 1.162 or 1.175
may be an original, a copy of an original
or a copy of a copy. See 1156 Off. Gaz.
Pat. Office 61 (November 16, 1893}. .

64. Comment: One comment -
suggested that applicant be permitted to
use §1.62 procedure to file the 35 U.S.C.
111{a) application which claims the
benefitof a provnsmnal application, at
least in those situations where the 35
U.8.C. 111{a) application has been
converted to a provisional application -
which is followed by the filing ofa = .
second 35 U.S.C. 111(a) application.-

Response: The suggestion has not
been adopted. Section 1.62 will ot be
amended to permit the filing ofa 35 -~

U.8.C. 111(a) application based on a

provisional application because the | PTO
sees this situation as a trap for ..
applicants. The filing procedures would
be made more complicated ifan =~
exception is provided to address™
situations where a 35 U.5.C. 111{a) _
application is converted to a provisional
application and a second 35 U.S.C.
111{a) application is later filed.”
However, the suggestion will be taken
under advisement when greater
familiarity with provxsnonal apphcahons
is developed. -

65. Comment: Orie comment
suggested that §1.62 procedum be o
replaced with a'simple petition ~
proceduré to reopen prosecutmn

Response: The suggestion is not being
adopted. However, the suggestion will
be taken under advisement as partofa
comprehensive effort being conducted
by the PTO to reengmeer the entu'e
paten Cprocess

omment: One comment -
suggested that the language in § 1. 62(&)
thal requires an idenitification of the
pplicarit’s nams of the prior' complete
app ication” is confusmg and shnuld be

clarified. ©

Response: The suggeshon has been
adopted. Section 1.62 is being amended
to require the identification of the

“applicants named in tha prior 5\
complets application.”:* "™

67. Comment: One comment =
suggested that §1.62 be amemded to
state that the refiling procedures sel -
forth in § 1.62 may be used after the .-
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issue fee is paid when a petition under
§1.313(b)(5} is granted. This practice is
permitted pursuant to the nolice
pubtished in 1138 Off. Gaz. Pat. Office
40 (May 19, 1992).

. Response: The suggestion has been
adopted.

68. Comment: One comment
suggested that §1.62 be amended to
clarify whether applicant needs to re-
list. in the § 1.62 application, all the
references cited by the examiner and
applicant in the parent application in
order 1o get thosse references pnnled on
the e\enlual palent

Reaponse “The suggesuon has not
been adopted. Section 609 of the MPEP
(Sixth Edition, Jan. 1995) has been
amended to clarify thatth a §1.62
application, references submitted and
cited in the parent application need not
be resubmitted. These references will be

Pl

. printed on the patent. However, in any

continuing application filed under

§1.53(b)(1}or1.60,alistofthe .- .-

references must be resubmitted if -

applicant wishes to have the references

printed in the evenlual patent. - .
69. Comment: One comment

.suggested that §1.67 should go into . -

more detai! on when supplemental - -
oaths are required in §1.53 ﬁlmgs of
continuation and dlwsmnal ‘
athcanons . ’
esponse: The suggestmn has been
adopted because itisseentobe .- ..
unnecessary and nio substantive change
was proposed to § 1.67 in t_he Nohce of

Proposed Rulemaking. -

70. Comment: One comment PR
suggested thal "not but” in § 1.67(b)
should read “but not™. - -

Response: The suggestlon has been
adopted. ...

71. Comment: Several comments .

. suggested that.a rule be provided to .-

state that an applicalion for patent is
permitted to claim the benefit of the
filing date of mare than one prior -
provisional application so long as the
applicant comphes with all statutory
prov1510n5

- Response: The suggestmn bas been -
adopted Section 1.78(a)(3] is being =

-amended to indicate that applicants are

permitted to separately claim the benefit
of the filing date of more than one prior

-provisional application in a later filed
-35 U.8.C. 111{a) application provided

all statutory requirements of 35 U.S.C.

"119(e) are complied with, It is noted .-

that current practice permits an
application to claim the benefits of the-

:filing date of more than one prior -
foreign application under 35 U.S. C

119{a)}-{d) and of mora.than one pnor
copending U.S, appiication under 35
U.5.C. 120, without an explicit -

_statement %o that effect in the rules.
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Since the final rules are being amended
to specifically pasmit applications filed
under 35 U.S.C. 111(a) to claim the
benefits of the filing date’of more than
one prior copending provisional -
. application, corresponding changes are
.also being made to §§1.55 and 1.78(a)(1)
relaling to'claims for the benefits *-
available under 35 U.5.C. 119(a)~{d) and
120 to be consistent with § 1.78(a){3).

72. Comment: Several comments -
requested Lhat the PTO specify language
to use in the first sentence of an
application when priority is based on
more than one provisional application.

Hesponse: Section 1. 78(3)3] s) requires
that “any application claiming the
benefit of a prior filed copending :- -
provisional application must contain or
be amended to contain in the first-+ -
sentence of the specification following
the title a reference to such prior “+vi.
provisional application, identifying it as
a provisional application; and including
the provisional application number.”
Where a 35 U.5.C. 111(a) application .
claims the benefit of more than one
provisional application, a suitable
reference would read, “This application
claims the benefit of U.S. Provisional
Application No. 60/—, filed —— and
11.58. Provisional Application No. 60/
—, filed ——."" In addition, for an
a pplxcauon which is elaiming the
benefit under 35 U.S.C. 120 of a prior
application, which in turn claims the
benefit of a provisional application” -
under 35 UJ.5.C. 119{e}, a suitable.
reference would read, “This application
is & continuation of U.S. application No.
08/—-—, filed —, now sbandoned,
which claims the benefit of U.S.
Provxs:onal Apphcahon No 60!——
filed —

73. Comment One ccmment
suggested that the rules address the
effect on patént term whers an applicant
in’a continuing application déletes the
reference to the prior filed appl:canon
before the patent 1ssues

Response an appllcanl has full
control over claims to the benefit of an
earlier filing date under 35 U.S.C. 120,
121 or 365(c). The 20-year patent term
will be based upon the filing date of the
earliest U.S. application that the .-
apphca.nt makes reference to under 35

U.5.C. 120, 121 and 365(c). Whether an
applicant is entitled to the benefit of the
filing date of an earlier application is
something that an applicant should
examine before the patent is issued. The
PTO is not, unless it comes up as.an, :
issue in the examination process, going
to determine whether any of the claims
are entitled to the earlier filing date,
Applicant however, should determine
whether the claims are entitled to or
require the benefit of the earlier filing
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date. If net, the applicant should -
censider canceling the reference’ 10 lhe
varlier filed application to aveid having
the 20-vear patent term measured from
that ezrlier filing date. An amendment .
addinz or deleting a reference toanr . o
earlier filed application presented prior
to a final action will be entered, .
however, the claims may be sub]ect to
possible intervening prior art.caizin: ne
74. Comment: One comment siated 37
that in view of the fact that a prowsxonal
application is not entitled to claim the
benefit of a prior filed copendirig /.
national or international appl'cahon as'
stated in § 1.53(b)(2)(iii). the phrase~ -.
**cther than a provmonal apphcatlon
m §1. 18(3}(") is unnecessary L
‘Response: Section 1. 78(a (2] is bemg
amended to state that “any"
nonprovxsnonal application clatmmg the
benefit of a prier copending
nonprovisional or international
application must contain * * *."
Section 1.78(a){2) addresses a 35 U.S.C
111(a) apphcauon which claims the -
benefit of 2 prior copending 35 U.S. C.-
111{a) apphcanon or mtemanonal
application.’ -
75. Comment Séveral comménts”
objected to the content requlrements for
drawings filed in a provisional - .
application as originally set fonh in *

' proposed § 1.83(a){2). One comment *

suggested that no rule was necessary to
set forth the required content of — *

drawings in a provns:onal apphCat:on.‘ _

Re5ponse In view of the comments ~
received, the proposed amendment to :
§1.83 is withdrawn. Under 35 U, S C
113, first sentence, applicant | must
furnish drawings in a provisional ~
application * ‘where necessary for Lhe
understanding of the subject matter
sought to be patented,” This " =" '_ .
requirement is also stated in ex:lstmg
§1.81(a). Therefore, no further ,L_
elaboration on the content of the " "
drawings in a provlsmnal'apphcauon is
believed necessary in the Tules.
. 76. Cornment: One comment ',
suggested that the rules specify that
formal drawings are not reqmred ina _
prowsxonal application.”” S

- Response: The suggestion has’ not
been adopted. However, the PTO
intends to examine provisional
applications for requirements of form |
only to the extenre%at is necessary to
permit normal storage and microfilming
of the application papers. Formal -
drawings are usually not requu'ed for
those purposes. . .

77. Comment: SeveraI comments -
suggested that §1.97(d) be amended to
require the PTO to consider any . - 1~
information disclosure statement , —
submitted after a final rejection or
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. proposed is eqmvalent to filing one

nonredofalln“ ance 1fcm appropnato fee
aid: . o : :

lesponse: T hL quvuecl:on has nol o,
been adopted because no substantive ; bor
change to this rule was proposed in the )
Notice of Proposed Rulemaking. The &
existing rules are designed to encourage g
prompt submission of inforination to the i
PTO. To permit applicant to merely pay :
a fee 10 have any information disclosure
statement submitted after a final. ;
reiéction or Notice of Allowance w ould
be contrary to the effort to encourage
prompt SmelSSJOHS ;

[T

78. Comment One commem
supgested that § 1.97 be changed so that
an office action which uses a newly.
cited reference as a ground for rejection
under 35 U.8.C. 102 or 103 cannot be
made final, «: ... —

Response: The suggestlon has not .
been adopted because no substantive. ™
change to this rule was proposed in the
Notice of Proposed Rulemaking. .

78: Comment: One comment .. -
suggested that the words.' wl‘uch are not
examined” in § 1.101 as proposed are,
unngcessary and could create a negative
implication that some prowsxona.l .
applications are examined, St

Response: The suggestion has'riof

-been adopted. By statute, provisional .

applications are not subject to 35 U.S. C

131, i.e.,, the Commissioner is not .,

permitted to examipe 2 prows:onal

application for patentability. . Lt
80. Comment: Several comments

'stated that it is unfair to require small

entities to pay the full $730.00 fee set
forth in proposed §1.129. It is suggested
that the fee be changed to $365.00 or .
less..
Responise: Pursiiant fo Public Law -
103-465, the Commissicner has the .
authority to establish appropriate fees

for.the further limited reexamination of

applications and for the examination of
more than one independent and distinct
invention in an apphcanon As a result
of additional review, it was concluded’
that these fees may be reduced by 50%
for small entities. Secnons 1.17 (t) and
(s} are being amended to indicate that
the fees are reduced by 50% for small |
entities, that is, $365.00 for small
enlities.

81. Comment: Several comments
suggested that the transitional :
procedure set forthin §1.129(a) as ...

application, i.e., it provldes for an extra
examination and reexamination after the i
coriginal final rejection, and, therefore,
the requirement for two $730.00 fees, -
which is equivalent to two filing fees, is
unwarranted, Another comment
suggested that if the prop05ed $730.00
fee is adopted, the examiner should be
instructed to treat the after-final |

:
3
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amendmen! as any other initial filing,
i.e., a new application, net asan
amendment submitted after a nop-tinal
office action. :

Respanse. Under existing PTO
practice, it would not be proper to make
final a first Gffice action in a continuing
or substitute application where the
continuing or substitute application
contains material which was presented
in the earlier application after final
rejection or closing of prosecution but
was denied entry because {1} new issues
were raised that required furthee - - .
constderation and/or search, or (2) the
issue of pew matter was rajsed. The
identical procedure will apply to
examination of a submission .
consideration as a result of the . .
procedure under § 1.129(a). Thus, under
§1.129(a), if the first submission after
final rejection was initially denied ealry
in the application because (1) new - .
issues were raised that required further
consideration and/or search, or (2) the
issue of new matter was raised, then the
next action in the application will not
be made final. Likewise, if the second
submission after final rejection was
initially denied entry in the application
because (1) new issues were raised that
required further consideration and/or
search, or (2) the issde of new matter -
was raised, then the next action in the.
application will not be made final. -
Thus, the fee required by §1.129(a) has
been set at the amount required for .
filing an application because the
procedure provided by the rule is
equivalent to the filing of two =
applications. No new matter can be
entered by payment of the fee set forth
in §1.17(1).

82. Commnent: Several comments
suggested that the fees required for
filing a provisional application and
those fees required by §§1.129(a) and
{b) for the transitional procedures .
should not be greater than the average
cost of processing such matters by the
PTO. Two comments stated that the fee
required by § 1.129(a) is excessive *

relative to PTO costs. - -

‘ Response: T he.'fé‘e}eéguiféd for filing

* a provisional application is set by

Public Law 103-465 and the PTO has no
discretion with respect to the amount of
that particular fee. As to the fee required

.-by §1.129(a), the procedures relating to

™

the first submission provided by. .
:§1.129(a) is equivalent to the filing of a
file wrapper continuation application.
under §1.62, and therefore, the fee

srequired with the first submission is

‘appropriately set at the same amount as

-

: & filing fee, which is $730.00. The . .,

$730.00 fee i§'subject toa 50% ..

= reduction for small entities. The second

submission is equivalent to the filing of
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application and the fee for the second
submission is appropriately set at the
same amount as a filing fee. As to the
fee required by §1.129(b), the _
procedures set forth in § 1.129(b) permit
applicants to retain multiple inventions
in a single application rather than
having to file multipla divisional .
applications. The fee foreach .. ..
independent and distinct invention in
excess of one is appropriately set at the

same amount as the filing fee fora ..

divisional application, whichis .
$730.00. The $730.00 fee is subject to a
5C% reduction for small entitles. .-
-83. Comment: Oné comment - : "
suggested that the time period for the .
payment of the $730.00 fee for the -
transitional after-final practice by
extended if applicant files a petition
segking reversal of thé examiner’s” ...
refusal to enter the amendrhent after -
fina! without fee, until one month after
an unfavorable decision on the petition.

Response: If an earlier filed petition
seeking reversal of the examiner’s
refusal to enter the amendment after”
final is granted by the Director finding’
that the final rejection was premature,
but the petition had not héen decided by
the time the § 1.129(a) fee was due, ",
applicant must submit the § 1.129(a) fee

'so as to toll the time period for response

to the final refection. Otherwise, the
application would be abandoned. Upon
granting of such a petition by the
Director, the § 1.129(a) fee paid willbe
refundable to applicant on request. .-
Applications that fall under §1.129{a)
are under final rejection and there is a
time peried running against the
applicant. Applicant must toll that time
peried by paying the transitional after-
final fee set forth in §1.129{a) and any
necessary extension of lime fees and |
Notice of Appeal fee, Section 1.129(a) is
being amended to indicate that the -
submission and the fee set forth in

'§1.17(r) may be submitted before the -

filing of the Appeal Brief and prior to
abandonment of the application.

84. Comment: One comment -
suggested that if it is decided that the
transitional after-final practice is made
permanent, the PTO should seek "
legislative authorization to provide
reduced fees for small entittes: "~ =
_ _Response: If it is decided that the
transitional after-final practice be mada
permanent, the PTO will propose ™ ™’
legislation to accomplish this change.

' 85. Comiment: Several comments
suggested that §§1.129 (a)and (b) | .
should apply to all applicatiéns  *
regardless of whether they were filed
before or after June 8, 1995. "

- BNA's Patent, Trademark & Copyright Journal

" .87. Comiment: One comment
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Several comments suggested that the
practices set forth in §§1.129 (a) and (b)
should be made perianent.

Several comments suggested that an
applicant should be permitted to have a
submission entered and considered after
any final rejection upon payment of a
fee as set forth in § 1.17(r), not just the
first and second final rejections. 2

Response: The suggestions have not
been adopted at this lime. However, the
PTO is undertaking a project to
reengineer the'entire patent process. -
These suggestions will be taken under
advisement i that project, .. .~ | . -
..86. Comiment: One comment * ° = -
suggested that the PTO thake an offort
to treat applications in which'a
submission under §1.129(a) has been
filed on an expedited basis. .

Response: Once the submission is
filed and the fee set forth in §1.17(r} is
paid the finality of the last PTO action
is withdrawn. The filing of the ™
submission and the fee under §1:120{a) .
is equivalent to the filing of a
continuing application and willbe
treated in the same fashion and under_
the same turnaround time frame as a
continuing application. " . . . .

suggested that PTO practice be changed

so that a first Office action ina . .. .
continding dpplication cannot be made
final. . " . : .

One comment suggested that PTO
practice regarding second action final be
relaxed, o

Response: The suggestions have not
been adopted at this time. However, the
PTO is undertaking a project to”
reengineer the entire paten! process.
These suggestions will be takén under
advisement in that project.

88. Comment: One comment stated |
that in proposed § 1.129, there is no
express provision for the finality of the
previous rejection to be withdrawn if
applicant complies with the proposed

-rule. It is suggested that the proposed

rule state that the finality of the

_previous action would be withdrawn if

applicant complied with the rule when
making a first or second submission -
after a final action. - . :
Response: The suggestion has been
adapted. : ,
89. Comment: One comment .
requested that the PTO clarify whether

-§1.129(a) required the first final

rejection to be specifically withdrawn
and a different final {i.e., one containing
a new ground of rejection) rejection

Jnade before applicant is entitled to _

maks a second submission.. >~ - 1
Response: The final rule provides that
the finality of the pretBus final office
action is automatically withdrawn upon
the timely _filing of the first §1.129(a)

iyt
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submission and the fee set forth in -
§1.17(r). If the first PTO action”
follawing the payment of the § 1. 17(r) -
fee is a non-final office action, a further
response from applicant will be'enteted
and considered as a matter of right
without payment of the fee set forth in.
§1.17(r}. If the next office action or any
subsequent action is made final, the -
finality of that office action will be .
automatically withdrawn upon the -
timely filing of a'secorid § 1.129(a) . -
submission and the fee set forthin |
§1.17(r). .

- 90 Comment: One comment
suggested that the PTO not permit tba
first PTQ action following. lﬁe paymenl
of the § 1.17{t) fee to be' made ﬁnal
under any circumstances. .

Response: The suggestion has’ not ‘:_"
been adopted. The first PTO action .
following the payment of the § 1.17{r) .
fee may bé made fina] under the same
conditions that a first office action may
be made final in a continuing -

~appllcahon {see section 706. O?fb) of the
MPEP). However, it would not be proper
to make final a first Office action ina
continuing or subsutute appllcahon
where the conhmung or substitute
apphcatmn contains material which was
presented in the earlier applicaticn after
final rejection or closing of prosecution
but was denied entry because (1} new
issues were raisad that required further
consideration and/or search, or (2) the
issue of new matter was raised. The
"procedure set forth in section 706.07(b)
of the MPEP will apply to examination
of a submission considered as a resuh
of the procedure under § 1.129(aj. .

91. Comment: Several comments
suggested thal the filing of the first’
submission under § 1.129(a) within the
statutory peried for response set in final
rejection should toll the runnmg of the
six-month statutory permd

Response The filing of a submlssmn,
e.g., an information disclosure statement
or an amendment, after a final rejection
without payment of the fee set forth in
§1.17(r) will not toll the period for -
‘response set in the final rejection.
However, § 1.129(a) is being amended to
provide in the rule that the finality of
thé previous Office actionis "
automatically withdrawn upon the ™
filing of the submission and the-
payment of the fee set forth in §1.17(r).
Thus, the filing of a submission and the
payment of the fee set forth in § 1.17(r)
and any extension of time fees and
Notice of Appeal fee, if they are
necessary lo avoid abandonment of the
application, will automahcally toll the
period for response set in the final
rejection. It must be kept in mind that
the provisions of §1.129 apply only to
an application, other than for reissue or

4-27-95

20215 . P
a dusign patent, that has been’ pondmg
for at leasTtwo years as of June 8, 1995,
luhng inta nc count any referénid made:
in such application 6 any earliér filed -
application under 3, U 5. C 120, 121
and 365{c).

=92, Comment: One commentaeked (1)

. whether it would be necessary o file a

Notice of Appeal and’ appeal fee with or
after the fifst gubmission and fee if the =
exaniingr dcts on the first submission
and before the end of the six months'
from the date of the final rejection . ~ -
issues (a) a notice of allowance, (b)a :
non-final action, or {c] a second final .v
rejection; (2) would the Notice of - .
Appeal and fee be due only at the end
of the six months from the date of the
final rejection regardless of whether the
examiner has acted on the submission "
by then; and (3) if the-Notice of Appea!

and fee have once been paid following’

a first final rejection, would a'second
notice and fee need to be paid xfa )
second final rejection were issued and.
applicant desired to file a second
submission under § 1.129(a).

Another comment suggested that the
appeal fee set forth'in § 1.17(e) should
not be required where the Notice of
Appeal is filed with a §1.129(a} -

' subm:ssxon and the fee set forth m

§1 170r). -

Response: As to questwns (1) and (2]
and the second comrment, if the first -
submission and the proper fee set forth
in§1.17(r) are tnme!y filed in'respinse:
to the final rejectior, the finality of the
previous rejection will be automatically
withdrawn and applicant need not file
the Notice of Appeal or the appeal fee.
For example, if the first submission and
the proper fee set forth in §1.17(r) were

 filed on the last day of the six-month -

period for response to the final
rejection, applicant must also file a.
petition for three moriths extension of

" time with the appropriate fee in order to

avoid abandonment of the application.
In such case, applicant need not file the
Notice of Appeal or the appeal fee if the
proper fee set forth in §1.17(r) was
timely pald However, under the same
fact situation, if applicant failed to .
submit the proper fee set forth in
§1.17(c), the finality ofthe previous ..
rejection would not be withdrawn and
the time period for response would still,
be running against applicant. In such -
case, 2 Notice of Appeal and appeal fee

the six-month period in order 10 avoid
abandonment of the application. The -
proper fee set forth in §1.17(r) must be
filed prior to the filing of the Appeal

- Brief and prior to the abandonment of

the application. -
As 10 guestion (3), if the NDthE of
Appeal and fee have once been paid-

tollopving a first final rejection and. 4. r
applicant timely files a first submission
and the proper fee set fonthin § 1.17{r),
the finality of the previous final ;
rejection will he withdrawn and the™
appeal fee paid could be applied against
any subsequent appeal. I the examiner
issues’d non-final rejection in response
to applicant’s first submission; a firther
response from apphcnnt will be entered
and considered as’a matter of right. If. -
any subsequent Office action ismade-
final, applicant may file a second -

. submission along with the proper fee -
. pursbant to § 1.124(a). H the'second

submission and the proper fee set forth
in § 1.17(r} are timely filed in response

. to the subseqquent final rejection, the =

finality of the previous final rejection .

" will be withdrdwn, Any submission: =

filed after a final rejection’ made in the,

~application subsequent to the fee under

§1.129{a) having been paid twice will’
be treated as set forth in §1.116.
Applicant may, upon payment ofthev

“appeal fee, appea! a final rejection -

within the time aI!owed for response
pursuant to§1. 1910 B i

- 93. Comment: One comment
questioned whether the “first . . .-
submission” under § 1.129(a} has to, be
the first response filed after a final -
rejection or could it include subsequent
responses to the same final rejection.

esponse: The “first submission™ -
under § 1.129(a) weuld include all .
responses filed prior to and with the -
payment of the fee required by =
§1.129(a) provided the submission and
fee are {tled prier to the filing of the .
Appeal Brief and prior to abandonment
of the application. i

94. Comment:One’ commen! :
suggested that § 1.129(a} be changed to
permit the procedure to be available up
until the filing of an Appeal Brief since
it is not uncommon to filean. r -+
amendment after a Notice of Appeal is
filed but before the ﬁlmg of an Appeal
Brief.,

Response The suggesnon has been
adopted. Section 1.129(4) is being ..’
amended to indicate that the submi_ssion
and the fee set forth in §1.17{r) must be
submitted before the filing of the Appeal

- Brief and prior t¢ abandonmenl oflhe

- application.

95. Commeni: One comment
suggested that the transitional after- final

- practice be available at any time after
. musl also accompany the papers filed at

final, including after the resolution of an

appeal unfavorable to apphcant in -

whole orin part.” :
Response: The suggestlon has not

- been adopted. Section 1.129(a} is bemg

amerded to indicate that the submission
and the fee set forth in §1.17(r) must be

" submitted before the filing of the Appeal

Brief and prior to abandonm&Tt of the
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application. The smqu'non to extend
the period to after the resolution of an
appeal unfaverable tu applicant in
whole or tu part has not been adopted
because the suggestion would further
unduly extend prow:.ulwn of the
application.

96. Conyment: One comment stated
that if an examiner must withdraw the
finality of the ruu,('lion as'a result of the
transitional provision. the examiner
should be credited with twio counts'in
order’to be compensated for the T
additional work. *

Besponse: The examiner credlt sy stem
is not part of this rulemaking package. '
However, as part of the Public Law-103-
465 implemeritaticn plan, some. © #7
accommodation will be made for lhe :
extra work performed. - ’ i

'97: Comment: One comment stated
that regarding the transitional after-final
practice, the fee should hot be required
if the only reason is to have the PTO ..~
consider recently obtained art. -,

Response: Under current practice. if
applicant submits prior art after final .
rejection but before the payment of issue
fee, the art will be considered 1f
applicant makes the required -
certification and submits a peuunn wnth
the required petition fee of $130.00 (see
section 609 of the MPEP). If applicant .
can make the cerhfdétaon applicant
would not have to rely on the .
transitional after-final procedure to have
the prior art considered. In the event.
that applicant cannot make the . .. -
certification, then the procedure under.
§1.129(a) is available if applicant
wishes the PTQ to consider the prior art
without refiling the application.

98. Comment: One comment .,
suggested thal the PTO mod:fy extstmg
restriction practlce to make it more
difficult for examiners to. requlre .
restriction, for example, by requiring -
every restriction requirement to show
two- way dlstmctness and separate .. .
statusin the art established by means
other than referénce to the PTO L
classification systém, . ’

Responsé: The suggest:on has’ not” '
been adopted. However, the PTO is
undertaking a project lo reengmeer the
entire patent process. This suggesllon ’
will be taken under adwsement in that
project. .. -

99. Commen!: Oné comment i
suggested that the’ pendency penods
required by §§ 1:129(a) and (b) should
be 18 months ralher than 2- year and 3-
year, respectwely .

[

PRYI

Hesponse The pendency penods set
forth in the rule which establish s 25
eligibility for the transitional procedures
are set forth in Public Law 103-465."

“100. Comment: One comment - . .
suggested that § 1 129{a) be amended to
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permit prosecution to be reopened alter
a Notice of Allowance or final rejection
upon the filing of a form requesting that
prosecution be reopened and payment |
of the necessary fee.

Response: The procedures set forth in
§1.129(a} are not applicable to
amendments filed after'a Notice of
Allowance. Amendmens filed after the
mailing of a Notice of Allowance are
governed by § 1. 312. The procedures set
forth in §1.129(a) are applicable to
amendments filed after a final rejection.
if applicant submits an amendment after
final and the examiner riotifies the -
apphcanl in writing that thé amendment
-is not entered, § 1. 129(3] pemnts R
applicant to submit & letter prior'ié '
abandonment of the application'and -
priot to the filing of the' Appeal Brief,’
requesting entry of the prior filed -
amendment along with the payment of ~
the appropriate fee set forth in §1.17(r).”
The letter requesting entry of the prior
ﬁIed amendment would be equivalent to

“a form” as suggested in the comment.

101. Comment: One comment *
suggested that the PTO liberalize its - -
current practice under'§ 1.116 to make -
it easier for amendments or evidence to-
be entered dnd consxdered aher a ﬁnal
rejection. - .

Response: The sugoestlon has not .
been adopted since no change was -
proposed to §1.116 in the Notice of |
Proposed Rulemaking. However, the .
suggestion will be taken under - _ -, ;-
advisement as part of a comprehensive
effort being conducted by the FTO to
reengineer the entire patent process. It
should be noted that any change to -’
liberalize the current practice under -
§1.116 would necessuate mcreasmg

ees. .o .. :
102. Comment Several commems N
suggested that the transitional _ : r
restriction provision be m_odiﬁed to N
state that no restriction requirement
shall be made or maintained in any -
“application pending for three years on .
the effective date of the leglslalmn The
comment stated that if restriction .~ .-
Tequirements made prior.to April 8,
1995, are permitted to be maintained
then applicants will be forced to file’
divisional applications resulting in the
automatic loss of term after June 8,
1395, A heavy penalty will be placed on
the chemical, pharmaceutical and =
biotechnology industries, who have less
than 4 months to search through the '
ancestors of all pending applications .
‘and to identify all restriction "2 "
requirements and to file divisional
- applications before June 8, 1995. The
comment further suggested that the ¢
current restriction practice b&changed
in view of the unplementatlon of the 20-
Year term, .

1
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Response: The suggestion has not
been adopted. The two-month date se
forth In §1 129!b}(1 i) is from the
Statement of Administrative Action,
which is part of Public Law 103—465.
Under section 102 of Public Law 103-
465, “the statement of administrative
action approved by the Congress shall -
be regarded as an authoritative
expression by the United States
congeiming the jnterpretation and
application of the Uruguay Round
Agreements and this Act in any judicial
proceeding in which a question arises’
concerning such mlerprekalmn or
application.” The Commissioner does _
not have any authority to establish rules
which are inconsistent with the Act. It .
is noted that in cases where a restriction
requirement was fhade prior to April 8,”
1995, applicant will have sufficient time
to file divisional applications priorto
» June 8, 1995, S0 as to retain the benefit
of the 17-year patent term for those i
divisional apphcahons !

The PTO s currently reviewing Lhe .
restriction practice in view of the
1rnplementahon of the 20-year patent
term. Tt is noted that a change in *
restriction practice without changes to -
other fees would have a negative impact
on funding needed o operate the PTO

'103.'Comment: Several commerits -
suggested that proposed ‘exceptions (1]
and {2} in §1.129(b) ignore the’
mandatory language of section 532(2)(B)

.of Public Law 103485 and shou]d be :

deleted.

Response: The suggestion has not
been adopted. The exceptions referred
to are contained in the Statement of
Administrative Action, which is part of
Public Law 103-—465. Under section 102
of Public Law 103-465, “'the statement
of adniinistrativé action approved by the
Congress shal be regarded as an’
authoritative ¢ expression by the United
States concerning the interpretation and

.application of the Uruguay Round
“Agreements and this Act il any ]udu::al

procendmg in which a question arises
concerying such interpretation or_ -
application.”

104. Comment: One comment asked °
whether “restriction” under §1.129(b}
apply to election of specxes under G
§1.146. - L

Response: *"Restriction™ under g
§1.129(b) applies to both reqmrements
under §1.142 and elec’uons under
§1.146.

105, Comment: Sev eral commen?s
requested that clarification be made as
to what constitutes "actions by the
applicant” in § 1.129(b)(1) and - .
specifically, whether arequest for ™%
extension of time undegr§ 1.136(a)
constitutes such "acﬁ‘bns" by Lhe

.applicant.
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Resprmse Examples of what
constitute “actipns by the applicant” in
§1.129(b){1) are: (1)'applicant abandons
the application and continues to reﬁ]e
the application such that no Office’ - "
action can be issued in the appllcatnon
and {2) applicant requests suspension of

-prosccution under §1.103{a) such that
no Office action can be issued in the
application. Extension of time under "
§ 1.136(a) would not constitute such -

“actions by the apphcant under
§1.129(b}(1). o

106. Comment: One comment
suggested that the one-month period set
forth in § 1.129(b) is insufficient {o give
an applicant time to file a petition under
§1.144 from a réstriction requirement. -
Several comments suggested that
§1.129(b) be amended to perrmt
applicant to challenge the restriction -
requirement by way of a petition before
being required to pay’ the fess set forth
in§1.17(s).”

Response Section 1.129(b}(2) is be:ng
amended in the final rule package to .
indicate that applicant will be given "
time period” ta (1) make an election, 1f
no election has been previously made,’
and pay the fee set forth in' §1.17(s), (2)
confirm an earlier election and pay the
fee set forth in §1.17(s), or {3) file a
petition under § 1.129(b}(2) traversing
the restriction requirement. If appltcant
chooses not to pay the fee set forth in
§1.17{s), applicant may file a petition
under §1.129(b)(2) requesting .
immediate review by the Group Director
of the restriction requirement. No .
petition fee is required. A petition under
§.1.129(b)(2) rather than under §1.144
would be more appropriate under the
circumstances since a petmon ‘under
§ 1.144 requires the examiner to make
the restriction final befare the petition
can be considered.

. 107. Comment: One comment )
»suggested that if apphcant elects not to
pay the fee set forth in §1.1 7(s), .
applicant should be allowed to elect the
invention to be examined.

Response: The suggestion has been
adopted. Section 1.129(b) is being, -
amended to indicate that if applicant
chooses not 1o pay the fees for the
additional inventions, applicant must
elect the invention to be examined and
the claims directed to the non-elected
inventions for which no fee has been
paid will be withdrawn from
cansideration.

'108. Comment: One comment
suggested that the PTO amend the rules
to permit all, or at least several,
inventions to be examined in & single
application upon payment ofan
amepnate fee. o

esponse: The suggestion has not
been adopted at this time. However, the
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PTO is currently undertaking & project

to reengineer the entire patent process. *

The suggestion will betakenin - <
advisemenl in this project; 57
109. Comment: One comment
suggested that PTO follow the wording
of 35 U.5.C. 121 and only require
restriction where an application claims
two or more independent and distinct
inventions rather than two or more
independent or distinct inventions.
Response: In making restriction
requirements, the PTO has always
followed the wording of 35 U.5.C. 121 .
to require restriction if two or more .
mdependent and distinct inventions aré
claimed in an application rather than
independent or distinct as suggested by
the comment..The terrii mdependent

includes species and relatéd inventions

such as combmat:on/subcombmatlon -
and process and product. Restriction is
proper if these independent inventions
are patentably distinct (see sectlon ’
802.01 of the MPEP).

110. Comment: One cémment .’
suggested that the standard for ‘
delermining whether an application . .
contains independent and distinct
inventions should only be the “unity of.
invention” standard used l'or PCT . -
applications. B

Response: The suggestlon has not -
been adopted. The current restriction -
practice for 35 U.S.C. 111{a).
applications is governed by 35 U.S. o
121 and §§ 1.141, 1.142 and 1.146, The
PCT "“unity of invention™ standard enly
applies to PCT applications and -.-
applications filed under 35 U.S.C. 371.
The PTO is currently reviewing the :
restriction practice in view of the -
lmplementatlon of the 20-year patent
term. It is noted that a change in
restriction practice without changes to
other fees would have a negative impact
on funding needed to operate the PTO.

111. Comment: One comment
suggested that the PTO apply the PCT
unity of invention standard as =~
interpreted by the EPO and that""
§1.475(b) be amended 1oy permit'a broad
range of claims in'a smg!e appltcahon

Response: The PTO is currently -
undertaking a project to reengineer the
entire patent process. The suggestion
will be taken under adv:sement in this
project.

112. Comment: One comment -
suggested that the PTO examiner should
not be permitted to issue'a restriction
requirement or an election of species -
requirement if the ISA and the [PEA
have found that an apphcatlon compiies
with the unity of invention requirement.

* Another comment suggested that the
FTO consider allowing applicants to
retain all claims in a single application

when the claims are related, e.g..

method and apparatus glaims.- - . -
. Another comment suggésted that all =~

species be searched before the first

Office action regardless of whethér one’

species is found to be unpatentable,

Another comment sugguted that
election of speues requ1remenlq be
prohibited. "7V ks

Response: The suggest:ons have not '
been adopted These issues were not
addressed in the Netice of Proposed
Rulemaking. However, the PTO is
currently undertaking a project to
reeingineer the entire patent process.
The suggestions will be taken under
advisement in that project. . 5o
- 113. Comment; One comment, - ..
suggested that decisions on whether to
issue a restriction requirement be made
within two-three months of the . -,
application filing date, and, if the . :°
requirement is traversed, the examiner -
should determine within four-five
months of the filing date whether to -
maintain the requirement. Decisions on
petitions to withdraw a restriction’
requirement should be dec:ded wn_hm
onemonth ' g Lan

Response: The suggestmn has not -

been adopted. Current practice dlctales '

that restriction requirements be made at
the eartiest appropriate time in the

‘pendency of a given application, e. g in

the first Office act{on. It would be"
difficult to issue a restriction - =~
requirement within two-three months of
the application filing date as suggested
since a large number of applications are
filed with missing parts and applicants
are given a time period to submit the
missing parts. Furthermore, applications
must be processed by the Application
Branch and must be screened by -
Licensing and Review for national - -
security. Petitions to withdraw a - "'+ *
restriction requirement should be acted
on by the Group Director expeditiously.

114. Comment: Onie comment argued
that the phrases. s0 as to be pending
fora penod of no longer than 12
months” and “under nd circumstances
will the provisional apphcauon be -
pending after 12 months™, in § 1.139
were repelitious and suggested that jone
or both of the phrases be deleted.’

Response: The suggestion has not
been adopted, The statements are
included for emphasis.- .. -

115. Comment: One commenl .
supgested that § 1,139 clearly state that
if the revival petition is filed later than
12 months after filing of the provisional
application, then the revival is for the
sale purpose of providing copendency.
for a 35 U.S.C. 111(a) application filed
during that 12-month period.
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Response: The suggestion has not
been adopted. The proposed languap,e is
not necessary.:

"116. Comment: One comment staled
that 35 U.S.C. 154(b) as contained in
Public Law 103465 does not give the
Commissioner any authority to decide
the period of extension. Therefare,
proposed § 1.701 is without %talutory
basis.

Response: 35 U.S. C 6(a) gwus the
Commissioner authority to establish -
regulations not incorisistent with law.
Section 1.701 is consistent with 35 =
U.S.C. 154(b) and furthermore, the
Commnissioner has the authority under
35 U.5.C. 154(b}(3){C) to establish - ...
regulations to address the standards for
determining due diligence.

117. Gomment: One’comment
questioned whether patent term =
extension under 35 U.S.C. 154(])] is. .
available for patents issuing: (1) Before
June 8, 1995, with a 17-year patent lerm
or a 17/20 year patent term:{2) on or
after June 8, 1995, on applications. ﬁled
before June 8, 1995, with a 17-year
patent term or a '17/20 year patent term.

“Response: None of the patenits set -
forth in the examples are ‘eligible for
patent term extension.‘Under the terms
of the statute, patent lerm extension is
only available for patents issued on -
applications filed on or after June B,
1995. -

118. Comment Several comments
Guestioned whether a patent issued on.
a continuing application is entitled to a
patent term extension under 35 U.S.C.
154(b) due to interference, secrecy
order, or appellate review delays
occurring in the exammatton of lhe
parent application.:: "

Response: if the de]ay in lhe parent
apphcat:on contributed to'a delay in the
issuance of a patent in the continuing *
application, the patént granted on the -
continuing application may be eligible -
foran extensron under 35 u. S. C 154[b]

118. Comment One cornmenl L
suggested that the patent term be = - <+
extended far a period of time equal o
the time necessary to revive an”®
application improperly abandoned due
ta PTO error. Another camment ..
suggested that patént time extension be
available for other PTO delays.

Respaonse: The suggestions have not
beer adopled. Section 154(b) of title 35,
United States Code, only permits patent
term extension for delays due to
interferences, secrecy orders, and/or
successful appeals. K

120, Comment; One comment faoau
stiggested that the period ofan =~ ="
extension granted under’§ 1.701 be -
printed on the face of the Fatent

Response: The FTQ wil pubhsh on «
the face of the patent any patent.term "

“_1
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extension that is granled pursuant to
§1.701.- - .- .

121, Comment One cumment )
suggested that the word “interference”
be inserted before the ward -

“proceedings'.in § 1.701(a){1}.

Response: The suggestion has been
adopted.

122 Comment: One comment stated
that the last sentence of § 1.701(b} is
confusing because it suggests that patent
term exiension will be available in cases
of terminal disclaimer and that the
extension begins on the terminal
disclaimer date rather than the original
expiration date. This statement is
contrary to 35 U.S.C. 154(b](2} which
does not permit any patent term
extension for appellate delay if the
patent is subject to a terminal
disclaimer, :

Response: In order to reduce
confusion, the last sentence of § 1.701{b}
is being amended to state that the
extension will run from the expiration
date of the patent. The reference to'
“terminal disclaimer is being deleted. -

123. Comment: Two comments stated
that if an application involved in an
interference proceeding contains
uninvolved claims, these uninvolved
claims should not be entitled to
extension of patent term under
proposed § 1.701 because applicant
could cancel those uninvolved claims
from the application and refile those
claims in a continuation application. It
is suggested that if an applicant leaves
conclusively uninvolved claims (where
no § 1.633(c)(4) motion is filed} in the
application in interference, applicant
does not get the benefit of the extension
for any claim.

Response: The suggestion has not
been adopted. The statute, 35 U.S.C.
154(b), grants patent term extension to
a patent if the issuance of the patent was
delayed due to interference proceeding
under 35 U.5.C. 135{a). The statute does
not exclude applications containing
uninvolved claims. The Commissioner -
does not have the authority to establish
regulations which are inconsistent with

the law. Therefore, an application -

involved in an interference which

_centains uninvolved claims will be -

entitled to patent term extension if the
issuance of the patent was delayed due
to intérference pmceedlng under 35¢
U.8.C. 135{a).

124, Comment: One comment asked |
whether-applicant is entitled to patent
term extension regardless of whether an
interference invelving applicant's ; i+
application is ultimately declared.

ne commient asked if the FTO ends
the suspension without declaring an
interference, and continued prosecution
results in filing of 2 continuation or .

BNA's Patent, Trademark & Copyright Journal

divisional application, are such
subsequent cases enlitled to the

-extension.

Response: An appllcalmn will not be
suspended unless it is decided that an
interference can be declared involving
that application. If prosecution of
applicant's application is suspended
due to an interference not involving
applicant's apptication and an
interference involving applicant’s
application is later declared, applicant
will be entitled to patent term extension
under §1.701{c)(1}{ii) for the suspension
period nod under § 1.701(c)(1)(ii) for the
interference period. However, if .-
prosecution of applicant's apphcation is
suspended due to an interference not
involving applicant's apg_hcauon and if
the PTO ends the suspension of the
application without declaring an
interference involving applicant's
application, that application will be
entitled to patent term extension under
§ 1.701{c)(1)(ii). If prosecution results in
filing of a continuing application and if
the delay in the parent application
contributed to a delay in the issuance of
a patent on the continuing application,”
the patent granted oo the continuing”
application may be eligible for an
extension under 35 U S C. 154(b)

125. Commen! One commenl stated
that delays in the issuance of 2 patent .-
can exceed the five-year limit pro‘nded
for in proposed §1.701(b). Where the
delay was not the fault of the applicant,
why should there be this maximum? -

Another cornment stated thatin a
biotechnology application, if suspension
of the application results in a declared
interference, the period of detay . -
calculated under §1.701(c)(1}(i} will |
likely consume mast of the five-year . .-
maximum extension.:This renders Lhe
value of any time period measured -
under § 1.701(c)(1)(ii) negligible,: Lhus :
diminishing the rights of apphcant due
to the um-egulated suspensmn powers of
the PTO.

Response: The ﬁve -year limit for -
patent term extension set forth in
§1.701{b) is required by statute, 35
U.5.C. 154(b).. - - .

126. Comment: One comment
suggested that § 1.701(c)(1)(i)) be
amended to state that an apphcatmn
added after an interference is declared
is entitled to an extension measured
only from the date of redeclaration.

Response: The suggestion has not
been adopted. The language in :
§1.701(c}{1)(i) is clear that for an -
application that is added to an ..
interference, that application is entitled
to an extension measured from the date
of redeclaration of tF€ interference. - ©

127. Comment: One comment stated
that § 1.701(c)(1){ii} does not address the
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case where a suspended application is
added to the interference without the
suspension belglifted.

Response: Section 1.701{(c}(1){ii) is

being amended to reference the - .=
endpoint for the siispension period to - :
the date of termination of the
suspension. Where prosecution'ofan =
application is suspended due to
interference proceedings not 1nvolv1ng
the appllcanon the suspension is made
pursuant té §1.103{h). When that
application is added to'an interference,

the suspension pursuant to §1.103(b)

will be automancally lifted. The *

application is entitled to patent term - -

extension for the period of suspension -
pursuant to § 1.701(c){1}{(ii) and for the
period of interference pursuant to

§ 1.701(c){1)(i). Under § 1.701{c)(1){ii), -

the period of suspension begins on the

- date the application is suspended and :
ends on the date the suspension under :
§1.103(b) is terminated, which in this -
case would be the same date as the date
of redeclaration of the interfererice..

128. Comment: One comment : .
suggested that the phrase *, ifany,” in
§1.701(c)(1)(i} and (ii) is unnecessary. -

Response: The suggestion hasnot -
been adoptéd. However, §1.701{c)(1){i)
is being amended for clarity by deleting
the phrase “if any" after the first
occurrencé of “interference and by
inserting the same phrase after the. "
phrase “the number of dags.” ~ = = -

129. Comment: Several conuments -
suggested that the phrase “‘was declared
or redeclared™ in § 1.701(c}{1)(i) be

- changed to—was first declared—. - -

" Response: The suggestion has not
been adopted. The language of the rule.
reads “with téspect to each interference
in which the application was involved, -
the number of days in the period
beginning on the date the interference
was declared of redeclared to involve
the application in the
interference.* * ** An.inlerference
may be declared as A vs. B and fater
redeclared as A vs. B vs. C. Under the
rule, the period of extension would be
counted, with respect to applications A
and B, from the date the interference . .
was declared to involve the applications
A and B. With respect to application C,
the period of extension would be -
counted from the date the interference
was redeclared to involve the ™
application C. No ambiguity is seen in-
the language as originally proposed.

130. Comment; One comment :
suggested that the use of the phrase )
“*appellate review" in reference to an

“action under 35 U.S.C. 145 or 146is .-
incorrect, since an action under 35
UJ.S.C. 145 or 146 is not considered as -
an “appellate review” and suggests that
§1.701(a}(3) be amended so that the
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m!roductory phrase reads "Appe]!ata

review by the Board of Patent Appeals - .

and Interlerences or review by a Federal

court under 35 U. S. C 141 or b

145, * 2 "o
Response The suggesuon has not
been adopted. The use of the phrase
“appellate review' in reference to an
action under 35 U.5.C. 145 or 146 is -

technically incarrect. Hov\ever Public ‘
Law 103—365 provides for extension of *

patent term for “delay dué to appellate”
review by the Board of Patent Appeals
and Interferences or by a Federal court™.
Thesntreductory phrase referred to in” -
the comment uses the exact language
found in the statute. -

131. Comment: One comment :
suggested that §1.701(a) be amended to-
specify whether extensions for appellate
delays are available for retssue g
applications. :

Response: The' suggestlon has nnt
been adopted ‘Under 35 U.S.C. 251, the
term of a reissue patent is “for the' '~
unexpired part of the term of the © -
original patent.” Therefore, patent 1erm
extension for appellale delays is not -
available for reissue apphcatmns

132. Comment: One comment
suggested that § 1.701(d} be deleted.

esponse; The suggestion has not -
been adopted. Section 1.701(d] sets
forth the language found in the statute,
35 U.S.C. 154(b)(3) and further provides
a standard for determining dua o
diligence. ' g

133. Commeant: Several comments
suggested that the lack of dué diligence
set forth in § 1.701(d)(2) be lirnited to -
the acts which occurred during the - -
appellate period (aRter the filingofa ~ -
Natice of Appeal) and not during *-
prosecution. - -

Response: The suggestion has been
adopted. Section 1.701(d) is being
amended accordingly.:

134. Comment: One comment -
suggested that the rules be made clear .
that a suspension under § 1.103 does not
constitute a lack of due dlllgence under
§ 1.701(d)(2). : K

Response: The suggestwn has not.
been adopted. A request for sizspension
pursuant {o § 1.103(a) during the
appellate review period willbe .-
considered to be prima fac:e ev1dence of

lack of due diligence.: -

135, Comment: Several comments
stated that the rules permit extensions -
of time and the filing of informal
applications. These acts should not
constitute lack of due diligence since
the proposad rule defined the standard
for delermining due diligence is
whether the applicant exhibited that
degree of timeliness as may reasonably
be expected from, and which is
ordinarily exercised by, a person. One

comment suggested that the Office
adopt a gross negligence standard.
Response: The examples of acts that
may constitute lack of due dlllgence sel
forth in the Notice of Proposed -
Rulemakmg {extensions of time, ﬁllng of !
nonrespansive submissions, and filing ;
of informal applications) are being
withdrawn. The suggestion regarding
the adoplions of a gross negligence
standard hasnot been adepted. As set
forth in § 1.701(d)(2), the standard for -_-
determining due diligence is whether
applicant exhibited that degree of . - -
timeliness as may reasonably be: .":...
expected from, and which is ordinarily -
exercised by, a person during the =
appellate review period: -

T

136. Comment: One comment stated
that the PTO list in the rule all o+ cor
circumstances in which an applicant -
will be’ considered not to have acted
with due diligence. T

Another comment suggested that -
objective criteria for * dlllgence be set
forth in §1.701(d)}{2)." :

Response: The suggesnon has not,

been adopted. Whether an action by _the
applicant constitutes lack of due ® ., -

= diligence will be determined by the

facts and circumstances of each case.
Since lack of due diligence is :
determined on a case-by-case basis, it
would not be possible to list all . oy
circumstances in the rule. Examples of

acts which will constitute prima facie |
evidence of lack of due diligence are: (1)
abandonment of the application during
appellate review; and (2] suspension of
action under § 1. 103(a] durmg appel]ale
review,

137. Comment: One comment e
suggested that guidance be prov:ded in’
the cornments to the Notice of Final .
Rules identifying in what cm:umstances
is a patent issued “pursuanttoan i -
appellate decision reversing an adverse
determination of patentability.”

Several comments quest:oned
whether the reversal of all rejections on
one of several appealed claims would
entitle applicant to an extension under.
§1.701(a}(3). Two commenls suggested
that the rule be redrafted to allow .
appropriate extension of term where the
Board ora court reverses at least ™
pan . . ,’ N .

Response: Extensmn of patent torm
under § 1.701{a)(3) is applicable if all
the rejections of any one claim are
ultimately reversed. The rule is clear
and no clarification is needed.

138. Comment: One comment stated
that §1.701 does not address the
situation where applicant appeals with
both allowed and rejected claims. In .
such case, patent term extension should
be available for any claims that were
allowed prior to appellate review, if the
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allowed claims were in the same
application, whether or not the decision
of the examiner on the rejected claims
is ultimately reversed. Applicant should
not have to refile the allowed claims
and rejected claims in separate cases in
order to take advantage of the patent
term extension.

Response: If applicant chooses to keep
the allowed claims with the rejected
claims in the application on appeal,
patent term extension pursuant to 35
U.S5.C. 154(b)(2} is only available ifa - -
patent was issued pursuant to a decision
reversing an adverse detarmination of -
patentability and if the patent is not
sublecl 1o a terminal disclaimer due to .
the issuance of another patent claiming
subject matter that is not patentably
distinct from that under appellate -
review. If the appellate review is not
successful, applicant will not be entitled
to patent term extension.

-139, Comment: One comment
quesnoned whether the phrase 1fth_e;
patent is not subject to'a terminal |

.disclaimer” in §1.701(a)(3) is intended
“to be limited ta those applications in

which a terminal disclaimer has
actually been filed or encompass those
applications in which a double

*patenting rejection has been made and
" aterminal dlsclalmel;suggested by an

examiner,

Response: The calculation ufany
applicable extension under § 1.701 will
be made prior to the mailing of the |
Notice of Allowance and Issue Fee Due,
At that time, any double patenting
rejection would have been resolved and
a terminal disclaimer would have been

.- filed if one was required.
ot +140. Comment:
that §1.701(d){1)} is inconsistent with 35

ne comment stated

U.5.C. 154(b)(2) and (b)}(3). because the
periad of extension for appellate review
would be calculated under § 1.701{d)(1)

“by first subtracting the period of
* appellate review occurring within three
. years of the filing date before the five-

year limit is imposed. Tt is suggested
that § 1.701 be modified 1o be consistent
with 35 U.S.C. 154(b}{2) which requires
the five-year limit to be imposed before

~ .the subtraction for appellate review -

occurring within three years of the ﬁlmg

Response The suggeshon has not
been adopted. Section 1.701 is not -
inconsistent with 35 U.S.C. 154(b){2) -
and (b)(3). The peried of extension
referred to in 35 U.S.C. 154{b)(2) is
defined in 35 U.S.C. 154(b)(3).
Therefore, one must determine tha ..
period of extensjon in 35 U.S.C,"

~ 154(b)(3)(A), then réduce that penoﬁ by

the time determined in 35 U.S.C. | . )
154(b)(3)(B} and (b}3){C). Then,
according to 35 U.5.C. 154(b)(2), the

4-27-95

20220
resulting time period may not be more
than five years. ‘

141, Comment: One comment
suggested that the Commissioner
identify a senior person whe is charged
with approving all reductions in
extension of patent term rather than
leaving the decision to Lhe examiner or
the SPE. ‘

Orne comment questioned who will
make the calculation of the period of
patent term extension under § 1.701 and
whether that calculation can be
challenged and by whom..

Response: It is contamplaled lhat the
period of patent term extension . -~
calculated and any reduction in the
extension of patent term will not be .
made by an examiner. It is noted that
the period of patent term extension will
be identified in the Notice of Allowance
and Issue Fee Due and if applicant’
disagrees with the penod applicant
may request further review by way of a
petition under § 1.181. I an error is

noted after the patent issues, patemee or

any third parly may seek correction of
the period of patent term extension -
granted by filing a request fora - =<
Certificate of Correctlon pu.rsuanl to
§1.322. :

142. Comment: One comrnent -
questioned whether a challenge to the .
period of patent term extension - =+« .
calculated by the PTQ under §1.701 -
would be required to be made wuhm a
fixed period.

Response: No. However, the longer .
applicant delays filing a petition under
§1.181 challenging the period of .
extension calculated by the PTO, the
less likely any error will be corrected
befote the patent is issued with the error
printed on the patent. If the patent
issues with an incorrect period of
extension, applicant should file a
request for a Certificate of Correction
pursuant to §1.322 instead of a petmon
under § 1.181,

143. Comment; One comment
suggested that §1.701{d)(2) be amended

“torequire PTO to notify applicant in

writing of any intent to reduce the term
extension for lack of due diligence, .
stating the specific basis, and provide °

.- .applicant with a reascmable opportumty
- to respond.

Response: The suggeshon has not
been adopted. ‘The period ofpatent term
extension will be identified in the
Notice of Allowance and Issue Fee Due
and if applicant disagrees with the ‘
period, applicant may request further

© review by way of a petmon under

§1 181. R

- 144 Comment One comment
suggested that a cover sheet for use in
recording assignments be included in
the final rules package as an addendum.
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Response: The suggestion has not
been adopted. A sample cover sheet for
use in recording assignments was
published as Appendix B in the Federal
Reg:sler on July 6, 1992, at 57 FR 29634
and in the Official Gazette on July 28,
1992, at 1140 Off. Gaz. Pat. Office 63
and may be obtained fram Assngnmenl
Branch.

Other Considerations -

This final rule change is in conformity
with the requirements of the Regulatory
Flexibility Act, 5 U.S.C. 601 et seq.,
Executive Order 12612, and the -
Paperwork Reduction Act of 1980, 44~ .
U.S.C. 3501 et seq. This final rule has

. been determined not to be significant for

the urposes of E.C. 12866.

e Assistant General Coinsel for
Leglslauon and Regulation of the
Department of Commerce has certified
to the Chief Counsel for Advocacy, :
Small Business Administration, that
these final rule changes will fiot have'a
significan! economic impact an'a
substantial number of small entities -
(Regulatory Flexibility Act, 5 U.S.C. -
605{(b)). The principal impact of these
changes is to provide a procedure for
domestic applicants to quickly and -
inexpensively file a provisional |
application. The filing date of the -
provisional application will not be used
to measure the term of a patent granted
on an application which claims the - -

-earlier filing date of the provisional

ap{ghcatmn
he Patent and Tradema.rk Office has
also determined that this notice has no
Federalism implications affecting the
relationship between the National
Government and the States as oullmed
in E.Q. 12612, o

These final rules contain col lecuons
of information subject to the
requirements of the Paperwork
Reduction Act (Act). The provisional
application has been approved by the
Office of Management and Budget under
contro] niumbers 0651-0031 and 0651-
0032. The cover sheet is approved under
OMB control number 0651-0037, The
cover sheet is necessary to expedite the
processing of a provisional application
and improve quality. Public reporting
burden for the collection of information
on the cover sheet is estimated to
average 12 minutes per response, oo
including the time for reviewing |
instructions, searching existing data
sources, gathering and maintaining the

. data needed, and completing and

reviewing the collection of infermation.
Send comments regarding this burden .
estimate or any other aspect of this
collection of informatiea, including
suggestions for reduTng the burden to
the Office of Assistance Quality and .
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Enhancement Division, Patent and
Trademark Office, Washington, D.C.
20231, and to the Office of Information
and Regulatory Affairs, Office of
Management and Budget, Washington, *
D.C. 20503 (ATTN: Paperwork
Reduction Act Projects 0651-0031,
0651-0032, and 0651-0037).~ - °

List of Subjects
37CFRPart1-
" Administralive practiceand -
procedure, Courts, Freedom of -
Information, Inventions and patents,

Reporting and recard keepingu. im0 2
requirements. SmalI busmesmsa .

37 CFR Fart 3

- Administrative practlce and
procedure, Inventions and patents. :
Reporting and record keepmg
requlrements L .

For the reasons set forth in the
preamble, 37 CFR Parts 1 and 3 are
amended as follows

PART 1-——RULES OF PRACTICE IN -
PATENT CASES SR ‘j._u S

1. The authonty c1tat10n for 37 CFR
Part 1 continues to read as follows:

Authonty 35 U S C. 6 unless omen\nse
noted. :

2. Sectmn 11is amended by addmg
new paragraph (i} to read as follows:

1.1 Al communlmtlons to be addrassed

SRR

to Commissioner of Patents and
Tredernarka. T .
- t""n-' a"'cr"“

(i) 'l'he filing of all pmvns:onal T
applications and any communications,
relating thereto should be additionally’
marked “Box Provisional Patent
Appl:cauon s

3. Section 1.9 is amended by revising

paragraph (2) to read as follows:

. §1.9 Definitions. o

(a){(1) A'nationial application as used
in this chapter means a U.S. application
for patent which was either filed in the
Office under 35 U.S.C. 111, or which-+

- entered the national stage froman™-_ .
international application after -
compliance with 35 U.S.C. 371,

(2) A provisional application as used
in this chapter means a U.S. national
application for patent ﬁled in the Office
under asUscC i), - : -

(3) A nonprovisional application as
used in this chapter means a U.S,
national application for patent which
was either filed in the Office under 35
U.5.C. 111{a), or which entered the
national stage from an‘international
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application after ¢ omplmnce wnh 35
U.S.C. 371, i} :

4. Section 1.12 is anvended by revising
paragraph (¢) o read as follows:

§1.12 ;. Assignment records open lo public
inspection.

(¢) Any request by a mcmber of the
public seeking copies of any assignment
records of any pendirig ar abandoned
patent application preserved in secrecy
under § 1.14, or any mformanon w:th
respect therelo, must” -

{1) Be in the form ofa petmon PR R
accompanied by the petition fee set
forth in § 1.17(i), of

(2) Include written authonly grantmg
access to the member of the public to
the particular assignment records from.
the applicant or applicant's ass:gnee or
attomey or agent of fecord. - - =k

- L Y * - .

3. Section 1.14 is amended by revising
paragraph [e] to read as follows:

§1.14 Patent appllcatnons preserved [n

secrecy. . BT

* - *oe f .o :
(e) Any request by a member of Lhe :

public seeking access to, or copies of,

any pending or abandened application

preserved in secrecy pursuant to -

paragraphs {a} and {b) of this section, 6r .

any papers relating thereto, must’

IFBe in the form of a petition and be
accompanied by the petition fee set:
forthin §1. 17(i), or :

{2) Include written authority gran!mg
access to the member of the public in
that particular application from the..

- applicant or the applicant's assngnee or

attomey or agent of record

6. Section 1.16 is a.mended by revxsmg
paragraphs (a) through {(g) and by adding
new paragraphs (k) and [l] to read as
follows:

,’“‘.

§1.16 Naﬂonal appllcatlon ﬂIIng lees )
(2) Basic fee for filing each application
for an original patent, except:: o
provisional, design or p]ant I
applications: =7 2w SRRy

By a small entity (§ 1.9(0}......
By other than a small ent:ry

Ki)] In addmon to the basic ﬁlmg fee
in an original application, except =
provisional applications, for filing or -
later presentation of each mdependent
clalm in excess of LI : .
By a small entity (§ 1.9(0)coeerressrsmsessreers 38.00
By other than a small entity ........... ennnnrnas 76.00
(c) In addition to the basic filing fee
in an original application, except
provisional applications, for filing or |
later presentation of each claim —

By other than a small entity-.

{whether independent or dependent] in
exuess of 20 {(Note that §1.75(c)”
indicates how multiple dependenl
claims are conqtdered fur fee calculation
e

purposes.):’ Eroawlhey

By a small entity (§ 1.9(0).........
By other than a smalt entity ..

(d) In addition to the basic fi f']mg fee..
inan original applicatiod, excepl
provxsmnal apphcauons ifthe. 7
application contains, or is amended to
contain, a mulUpIe dependent clalm(s)
per application: . .

By a small entity (§ 1 9(8] annensd ..120.00
By other than a small enmy .............. .:..240.00

TAIf the additiona) fees requlred by -7

- paragraphs (b, {c), and {d) of this .-

section are not paid on filing or on later
presentation of the claims for which the

"additional fees are due, they must be -

paid or the claims canceled by
amendment, prior to the expiration of
the time period set for response by the
Office in any notice of fee deficiency.)
{e} Surcharge for filing the basic filing
fee or oath or declaration on a date later
than the filing date of the apphcanon
except provisional ap phcatlons T
By a smal! entity {§1.9(). ) . X
By other than a small entity ...uureesssreeen 130.00

[ Basic fee for fi lmg each demgn
application: :

By a small entlty (§1.9(0).....
By other than a smatl ennty

3] Basic fee for filing each plant
application, except provisional
applications: . -

By a small ent:ty-(SI Q[m....‘. i

R

a'.‘.',-.’—. '.,‘ t":':-""
(X Basic fee for filing each
provisional appllcahon .
By a small entity [§ 1.9(f]).-coei st 75.00
By other than a small enm-y ......... S 150.00

{1) Surcharge for filing the basic filing
fee or cover sheet {§ 1.51(a)(2)(i)} on a
date later than the filing date of Lhe :
provisicnal application: -

By a small entity (§ 1.9()}

By other than a small entity .
7. Section 1.17 is amended by revising

paragraphs (h) and (i}, and by adding

new paragraphs (q] (r) and (s) to read

as follows:

§ 1.17 Patent application processing Iees.

] * * * "

{h) For ﬁhng a petition.to the
Commissioner undert a section
hsted be[ow which refers to this -

mventors ar a person not the *
inventor - - - el
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§ 1.48—for correction of inventorship,
except in provisional applications
§ 1.84—for accepting color Lll'i]“ fngs or
photographs :
§1.182-~for decision on queshons not
specifically provided for -
§1.183—to ﬂu%pond the rules-
§ 1.295—for review of refusal to publish
a statutory invention registration
§ 1.377-—for review of decision refusing
1o accept and record payment of a
maintenance fee filed prior to
" expiration of patent
§1.378(e}—for reconsideration of
. decision on petition refusing to
.accept delayed payment of
maintenance fee in expired patent
§1.644(e}—for petitioninan
interference
§ 1.644{f}—for request for
. reconsideration of a decision on
petition in an interference .
§ 1.666(c}—for late filing of mlerference
selilement agreement
§§5.12,5.13 and 5.14—for expedited
handling of a foreign filing license’
§5.15—for changing the scape of a
license
§ 5.25—for retroactive license
(i) For filing a petition to the )
Commissioner under a section
listed below which refers to this _

paragraph eeesagfusnnes -.130.00
§1.12—for access to an assignment .
record

§ 1.14—for access to an application
§ 1.53—to accord a filing date, except in
provisional applications .
§1.55—for entry of late priority papers
§ 1.60—to accord a filing date
§1.62—t¢ accord a filing date .
§1.97(d)}—to consider an information
disclosure statement -
§1.102—to make apphcahon spec:al
§1.103—to suspend actionin . -
‘application :
§1.177->for divisional re:ssues to 1ssue
-separately
§1.312—for amendment aﬂer payment
of issue fee
§ 1 .313—to withdraw an apphcalmn
¢ from issue
~§ 1 314—to deler issuance of a patent
§1.666(b)}—for access to mterference
" settlement agreement ;
§3. Bi—for patent to issue to assignee,
' a551gnmem submmed aﬂer paymenl
ofthe xssue fee L

(q) For ﬁlmg a pemmn to the
Commissioner under a section
fisted below which refers to this
<L T-Ar) o1 O 50.00

§1.48 —for correction of inventorship in
" aprovisional application -~
§1.53—to accord a provisional
application a filing date or to
" convert an application filed under

4-27-95
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§1.53(b)(1) to a provisional

(r} For entry of a submission after
final rejection under § 1.129(a):.

By a small entity (§ 1.9(N) e
By other than a small entity ...ocoovveeeen

{s) For each additional invention
requested to be examined under

By a small eatity (§1.9(0}
By other than a small entity

8. Section 1.21 is amended by revising
parag_raph (1} to read as follows:l :

§51.21 Miscellaneous fees and charges.
- ; - L

{1) For processing and retaining any
application sbandoned pursuant to
§1.53{d){1) unless the required
basic ﬁhng fee has been paid

9, Sectlon 1.28 is amended by rewsmg
paragraph (a) lo read as follows:

§1.28 Effect on fees of falluré to establish
status, or change status, as a small entity.
(a) The failure to establish statusas a
small entity (§§ 1.9(f) and 1.27 of this .
part} in any application or patent prior
to paying, or at the time of paying, any
fee precludes payment of the fee in the
amount established for small entities. A
refund pursuant to § 1.26 of this part,
based on establishment of small entity
status, of a portion of fees timely paid
in Full prior to establishing status as a
small entity may only be obtained ifa
verified statement under §1.27and a
request for a refund of the excess
amount are filed within two months of
the date of the timely payment of the
full fee. The two-month time period is
not extendable under § 1.136. Status as
a small entity is waived for any fee by
the failure to establish the status prior
to paying, at the time of paying, or. - -
within two months of the date of .
payment of, the fee, Status as a small
entity must be specifically established
in each appltcahon or patent in which
the status is available and desired.
Status as a small entity in one -
application or patent does not affect any
other application or patent, including
applications or patents which are -
directly or indirectly dependent upon”
the application or patent in which the
status has been established. A ¢ : - &
nonprovisional application clalmmg ;
benefit under 35 U.S.C. 119{e), 120, 121,
or 365(c) of a prior application may rely
on a verified statement filed in the prior
application if the nonprovisional
application includes a reference to the -
verified statement in the prior i
application or includes a oopy_of lhe
verified statement in the prior .
application and status as a small entity

BNA's Patent, Trademark & Copyright Journal

is still proper and desired. Once status
as a small entity has been established in
an applicatiun or patent, the status
remains in the applicalion or palent ,
without the filing of a further verified
statement pursuant to § 1.27 of this part
unless the Office.is notlf'ed ol‘a change
in status, S

L] * * - *

10. Section 1.45 paragraph (c) is
revised to read as follows:

§1.45 Jointinventors. -

. (c) If multiple inventors are named in .
a nonprovisional application, each .~
named inventor must have made a
contribution, individually or jointly, to
the subject matter of at least one claim
of the application and the application
will be considered to be a joint .
application under 35 U.5.C. 116.1f -
multiple inventors are named in a
provisional application, each named ..
inventor must have madea ..

contribution, individually or ]omtly, to
the subject matter disclosed in the -
provisional application and the
provisional application will be

considered to be a joint apphcatlon

under 35 U.5.C. 118,

11. Section 1.48 is revased to read as
follows:

§1.48 Correclion of Invanlorshlp

(a) If the correct inventor or inventors
are nol named in a nonprovisional
application through error withoul any
deceptive intention on the part of the -
actual inventor or inventors, the -
application may be amended to name
only the actual inventor or inventors.
Such amendment must be diligently
made and must be accompanied by:

(1) A petition including a statement of
facts verified by the original named
inventor or inventors establishing when
the error without deceptive intention
was discovered and how it occurred;’

{2} An oath or declaration by each
actual inventar or mventors as requu-ed
by § 1.63; A

(3) The fee set forth in § 1. 17{h] and

- (4) The written consent of any )
assignee. When the application is . *
involved in an interference, the petition
shall comply with the requirements of

- this section and shall be accompamed
by a motion under §1.634.

.(b) If the correct mventors are named
in the nonprovisional application‘when
filed 2nd the prosecution of the
application results in the amendment or
cancellation of claims so that less than
ali of the originally named inventors are
the actual inventors of the invention
being claimed in the application, an
amendment shall beted deleting the
names of the person or persons who are .
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not inventors of the invention being .. |

claimed, The amendment mustbe - . |

_ diligently made=and shall be
accompanied byrsiniiza it 4.

(1) A petition mcludmg a slatement
identifying each named inventor who is
being deleted and acknowledging that
the inventor's invention is no longer.
being claimed in the application; and

{2) The fee set forth in § 1.17(h}.

- {c) If a nonprovisional application
discloses unclaimed subject matter by
an inventor ot inventors not named in
the application, the application may be
amended pursuant to paragraph (a) of
this section to add claims to the subject
malter and name the correct tnventors
for the application.

“{d) If |ﬁe name or names of an" )
inventor or inventors were omilted in a

- provisional application through error -
without any deceptive intention on the
part of the actual inventor or mvenlors.
the provisional application may be -
amended to add the name or names of '
the actual inventor or inventors. Such
amendment must be accompanied by: -

(1) A petition includinga statemenl
that the error occiirred without - .
deceptive intention on the part of the
actual inventor or inventors, which
statement must be a verified statement-
if made by a persan not registered to
practice before the Patent and '
Trademark Office; and

(2} The fee set forth in § 1117(q)

{e} If a person or persons were named
as an inventor or inventors ina -
provisional application through error
without any deceptive intention, an
amendment may be filed in the
provisional application deleting the
name or names of the person or persons
who were erroneously named. Such -

. amendment must be accompanied by:

"(1) A petition including a statement of
facts verified by the person or persons

“whose name or names are being deleted
establishing that the error ogcurred

- without deceptive intention;

{2) The fee set forth in § 1,17(q); and

{3) The written consent of any
assignee. .

" 12. Section'1.51 is amended by
Tevising paragraphs (a) and (b) to read
as follows: Lo

-] 1'.51 Ganei'al requlsites of an apptication,
{a) Applications for patents must be
made to the Commissioner of Patems
and Trademarks.
S MmA complete apphcahon filed under
§1.53(b}(1) comprises: - ©
... (i} A specification, mc]udmg aclaim
or claims, see §§1.71t0 1.77;
(ii) An oath or declaranon. see §§ 1.63
‘and 1.68; - "
{iii) Drawings, whan necessary, se¢
'§§1 81 to 1.85; and.
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(iv) The préscribed filing fee. sce -
§1.16. - :

(2) A complete provisional . |
apphcahon filed under §1. 53(b){2}
comprises:

(i) A cover sheet identifying: ‘

(A) The appllmtmn as a proy :smnal :

application.
(B) The name or names of lhe mventor
or inventors, {see § 1.41], R

(C) The residence of each named )
inventor,

{D) The title of the inv enhon.

(E) The name‘and registration number
of the attorney or agent (if applicable),

{F) The docket number used by the
person filing the application to identify
the application {if applicable), ‘

{G) The correspondence address, and

{H)} The name of the U.S. Government
agency and Government contract.
number (if the invention was made by
an agency of the U.S. Government or
under a contract with an agency of the
U.S. Government);

_ii) A specification as prescribed by 35
U.8.C. 112, first paragraph, see §1.71;

" (iii} Drawings, when necessary see
§§1.81 to 1.85; and
(iv} The pre:,cnbed ﬁlmg fee. see ..
(b] Apphca.nls are encouraged to file’
an information disclosure statement in’
nonprovisional applications. See §§ 1.97
and 1.98. No information disclosure
statement may be filed in a provxslonal
application. - :

e S T .o
* LA R *

13. Sechon 1.53 heading and '

paragraphs {a) through (e) are rev:sed to
read as fullows :

£1.83 App!ication number. ﬂilng date, and
completion of application,

(a) Any application for a patent
received in the Patent and Trademark "
Office will be assigned an application
number for identification purposes. -

(b){1} The filing date of an application
for patent filed under this section, .
except for a provisional application, is
the date on which: a specification

- containing a description pursuant to -

§1.71 and at least one claim pursuant to
§1.75; and any drawing required by-

§ 1.81(a), are filed in the Patent and
Trademark Office in the name of the
actual inventor or inventors as required

- by § 1.41. No new matter may be ..

introduced into an application after its
filing date {§1.118). If all the namies of
the actual invenlor or inventors are not

" supplied when the specification and.-
any required drawing are filed, the .
application will not be given a filing
date earlier than the date upon which
the names are supplied unless a petition
with the fee set forth in § 1.17(i} is filed
which sets forth the reasons the delay in

supplying the names should be excused.

. A conlinuation or divisicnal appllcauon

(filed under the conditions specified i in

35 U.S.C. 120 or 121 and § 1.78(a)} may -

be filed under this section, § 1.60 or
§1.62. A continuation-in-part .
application may be filed under lhls
section or § 1.62. .

{2) The filing date of a provxstonal
apphcahon is the date on whichia” "’
specification as prescribed by 35 U.S.C.
112, first paragraph; and any drawmg
required by §1.81{a), are filed in the |
Patent and Trademark Office in the
name of the actual inventor or Inventors
as required by § 1.41. No amendment,
other than to make the provisional
application comply with all applicable
regulations, may be made to the .
provisional application. afer the filing *
date of the provisional application. If all
the names of the actual inverilor or |
inventors are not supplied when the -
specification and any required drawmg
are filed, the provisional application -
will not be given a filing dale earlier.
than the date upon which the nimes are
supplied unless a petition with the fee
set forth in § 1.17(q) is filed which sets
forth the reasons the delay in’ supplymg
the names should be excused.”

(i) A provisional application must

" also include a cover sheet ldenufymg

the application as a provisional -
application. Otherwise, the apphcauon
will be treated as an apphcanon ﬁled
under §1.53(0)1)

{ii) An apphcatxon for patenl ﬁled
under § 1.53(b}(1) may be treated asa .
provisional application and be accorded
the original filing date provided that a
petition réquesting the conversion, with
the fee set forth in §1.17(q), is filed

prior to the earlier of the abandonment

of the §1.53(b)(1) application, the -
payment of the issue fee, the expu-anon
of 12 months after the filing date of the
§1.53(b)(1) application, or the filing of
a request for a statutory invention . -
registration under § 1.293, The grant of
any such petition will not entitle -,
applicant to a refund of the fees which
were properly paid in the apphcalion' .
filed under § 1.53(b)(1).

(iii} A provisional appl:cahon shall
not be entitled to the right of priority .

- under §1.55 or 35 U.5.C. 119 or 365(a)

or to the benefit of an earlier. filing date
under §1.78 or 35 U.5.C. 120,121 or .
365(c) of any other application. No .
claim for pnonty under § 1.78(a)(3) may
be made in a design application based

- on a provisional application. No request

under § 1.293 for a statutory invention

-registration may be filed in a provisional

application. The requirements of
§§1.821 through 1.825 regarding
application disclosures containing
nucieotide and/or amino agjd sequences
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are not mandatory for provisional
applicalions. .-

c) lf any apphrau{)n is filed without,
the specification. drawing or name, or
names, of the actual inventor or .
inventors required by paragraph (b)(1)
or (b)(2) of this section, applicant will
be so natified and given a time period
within which to submit the omitted
specification. drawing, name, or names,
of the actual inventor, or inventors, in
order 10 obtain a filing date as of the
date of filing of such submission. A -
copy of the “Notice oflncomplete ?
Application™ form notifying the*
applicant should accompany any’
response thereto submitted to the Office.

“If the omission is not corrected within

the time period set. the application will
be returned or otherwise disposed of;
the fee, if submitted, will be réfunded -
less the handling fee set forth in
§1.21(n}. Any request for review'of a
‘refusal to accord an apphcatson a ﬁlmg

_date must be by way of a petition ™

-

“accompanied by the Tee set forth in

§1.17(i),if the application was filed
under § 1.53(b}{1). or by the feé set forth
in §1.17(q), if the apphcauon was ﬁled
under §1 53fb](2} T

[d](l) Ifan apphcat:on whlch has
been accorded a filing date pursuant to
pa.ragraph {b}(1} of this section does not
include the appropriate filing fee or an
ocath or declaration by the applicant,
applicant will be so notified, ifa -
con‘espondence address has been
provided and given a period of time
within which to file the fee, oath, or .
declaration and to pay the surcharge as

.setforth in'§ 1.16(e) in order to prevent

abandonment of the application. A copy
of the “"Notice to File Missing Parts”

:form mailed to applicant should

accompany any response thereto
submitted to the Office. If the required
ﬁhng fee is not timely paid, orif the -
rocessmg and retention fee set forth in
§1.21{}} is not paid withiri oné year of .
the date of mailing of the notification

~required by this paragraph, the

application wili be disposed of No -
copies will be provided or certified by
the Office of an application which has
been disposed af or in which ne1ther the
required basic filirig fee nor the.;
processing‘and retention fee has been
paid. The notification pursuant to this

-paragraph may be made simultaneously

with any naotification pursuant to
paragraph (c) of this section. If no

" correspondence address is included in

the application, applicant has two
months from the filing date to file the

i basic filing fee, oath ot declaration and

to pay the surcharge as set forth in .7
§1.16(e) in order to prevent .

-abandonment of the application: or, if

no basic filing fee has been paid, one
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year trom the filing date 1o pay the _
processing and retention fee set forth in
§1.21(l) to prevent disposal of the
application,

2} 1f a provisional apphcahon which
has been accorded a filing date pursuant

, to paragraph (b){2) of this section does

not include the appropriate filing fee or
the cover sheet required by §1.51(a}(2), -
applicant will be so notified ifa
correspondence address has beeri
provided and given a period of time
within which to file the fee, cover sheet
and to pay the surcharge as set forth in
§1.16(1} in order to prevent
abandonment of the application. A copy
of the *Notice to File Missing Parts™
form mailed to applicant should |
accompany any response thereto
submitted to the Office. If the required -

filing fee is not timely paid, the

application will be disposed of, No
copies will be provided or certified by
the Office of an application which has
been disposed of or in which the
required basic filing fee has not been
paid. The notification pirsuant to this
paragraph may be made simultaneously
with any notification pursuantto -
paragraph (c} of this section. fno .
correspondence address is mcluded in
the application, applicant hastwo . .-
months from the filing date to file the
basic filing fes, cover sheet and o pay
the surcharge as set forth in §1.16(1) in
order to prevent abandonment of the
application. .

e)(1) An application fora patenl filed
under paragraph (b}(1) of this section _
will not be placed upon the files for .
examination until all its required parts,
complying with the rules relating
thereto, are received, except that gertain
minor informalities may be waived
subject to subsequent correction .
whenever required. *.  © asos

(2) A provisional application fora -
patent filed under paragraph (b}(2j of -
this section will not be placed upon the
files for examination and will become

abandoned no later than twelve months

after its ﬁlmg date pursuam 035 U.S. C
111(b)(1) IR
* E ] : ] A
14 Sectlon 1.55 is rev1sed to read as
follows L _

§1. 55 Clalm for loreign pdorlty
(a) Ar apphcanl ina nonprovasmnal
application may claim the benefit of the
filing date of one or more prior foreign

apphcahons under the ‘onditions
specified in 35 U.S.C. 119(a}-{d} and °
172. The claim to priority need be in no
special form and may be made by Lhe
attorney of agent if the forelg:L .
application is referred to in the cath or
declaration as required by § 1.63. The
claim for priority and the ceriified copy

of the foreign application specified in 35
U.5.C.-116(b} must be filed in the case -
cf an interference (§ 1.630). when
necessary to overcome the date of a
reference relied upon by the examiner,
when spemﬁcallv required by the
examiner, and in all other cases, before’
the patent is granted. If thé ¢laim for
priority or the certified copy of the
foreign application is filed after the date
the issue fee is paid, it must be -
accompanied by a petition requesting
entry and by the fee set forth in §1 17{i).
if the certified copy filed is not in the -
English language, a translation need not
be filed excepl in the case of |
interference; or when necessary to -
overcome the date of a reference re]tad
upon by the examiner; or when
specifically required by the examiner, in
which event an English langiage -
translation must be filed together with

a statement that the translation of the
certified copy is accurate. The statement
must be'a verified staternent if made by
a person nat registered Lo practice before
the Palent and Trademark Of fice.

‘(b) An applicantin a nonprov\smnal
application' may under certain
circumstances claim priority on'the
basis of one or more applications | for'an
inventor’s certificate’in a'country =
granting both inventor's certificates and
patents. To claim the right of priority on
the basis of an application for an .
inventot's certificate in such a country
under 35 U.S.C. 119(d), the applicant
when submmmg a claim for such right
as specified in paragraph (a) of this
seclion; shall include an affidavit or *
declaration. The affidavit or declaration
must include a specific statement that,
upon an investigation, he or she is
satisfied that to the best of his or her’
knowledge, the appllcant when filing _
the application for the inventor’s .
certificate, had the option to file an _
apphcal;on for either a patent or an.

inventor's certificate as to the subject
matter of the identified claim or claims
forming the basis for the claim of '

. priority..

15. Sectmn 159 s rewsed to read as
follows: ;

§1.59 Papers of app!lc.ation with ﬂlmg "
date not to be retumed. ;

Papers in an apphcanon whach Bas™
received a filing date pursuant to §1.53
will not be returned for any purpose
whatever. If apphcants have not '
preserved copies of the papers, the
Office will furnish copies at the usual
cost of any application in which ellher
the requlmd basic filingJfes {(§ 1.16) or,
if the application wasfiled under
§1.53(b){1), the processing and
retention fée (§ 1. 21{1]) has been pud

- BNA's Patent, Trademark & Copyright Journal .~ .
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See §1.618 for return of unautherized =+
and improper papers in inlerferences.

16. Section 1.60 is'amended by .+ .
revising the headmg and paragraph (b} “
to read as fullows

§1.60 Contlinuation or divislonal
application forinvention disclosedina, |
ptor nonprovlslonal applicatlor_n. °

4

® - a e n .

(b) An appl:cant may omrt s:gmng of
the oath or declaralion in a continuation
or divisional apphcahon (filed under..
the conditions specified in 35 U.S.C.:

120 or 121 and § 1.78(a)) it

(1) The prior application was a.” .
nonprovisional application anda "
complete application ‘as, sex forth i m .
§1.51{a)(1); .

- (2) Applicant mdncates that the .
‘application is being filed pursuant to”
this section and files a true copy of the
prior complete application as filed
including the’ specnﬁcanon (with . °
claims), drawings, oath or declaratmn
shomng the srgnatum or an ihdication
it was s:gned and dny ‘amendments
referred to in the cath or declaration

_ filed to complete the prier apphcanon.

{3} The inventors named in
continuation or divisional. apphcahon ‘
are the same or less than all the o
inventors named i in the prior "~
application; and’ N

(4) The apphcat:on is ﬁled before the
patenting, or abandonment of, or ‘
termination of proceedings on the prior
application. The copy of the prior
application must be accompanied bya
statement that the application papers | E
filed are a true copy of the prior
complete application. Such statement |
must be by the applicant or applicant’s
attomey or agent and must be a verified
statement if made by a person not -
registered to pracice before the Patent
and Trademark Office. Only, = .
amendments reducing the number of
claims or adding a reference to the prior
appllcatlon (§1.78(a)) will be entered
before calculating the filing fee and
granting the filing date. If the™
_continuation or divisional apphcaho_n is
filed by less than all the inventors -
named in the prior application, 2" '~
stalement must accompany the . .
application when filed requesting., .
deletion of the names of the person or
persons who are not invenlors of the
invention being claimed in the - ©
continuation or divisional application.
Except as provided in paragraph (d) of
‘this section, if a true copy of the prior
application as filed is not filed with the
application or if the statement that the-
application papers are a true copy is -
omitted, the application will not be-
given a filing date earlier than the date
upon which the copy and statement are
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filed, unlessa petition with the fee set -
forth in§1.17() is filed which. ~ * -
satisfactorily explaing the' delay in Flmg
these itums,

* n . » L]

17. Section 1.62 is amended by
revising parahraphs fa) and (e) to read as
follows:" I . sov .

§1.62 Ftla wrapper contmumg procedure

. {a) A continuation, continivation-in:
pa’t ot divisional application; whlch
uses the specification, drawmgs and
oath or declaration from & prior © 7 :
nonprowsmna! application 1 which is "~
complele as defined by § 1. 51(a)(1} and
which is to be abandgned, may be filed
under this section before the payment of
the issue fee, abandonment of, or .
termination of proceedings on the prior
apphcauon or after payment of the
issue fee if a petition under § 1.313(b)(5)
is granted in the prior application. The
filing date of an application filed under
this section is the date on whicha
réquest is filed for an application under
this section including identification of |
the application number and the names .
of the inventors named in the prior. -
complete application. If the -
continuation, continuation-in-part, or
divisional application is filed by less.
than ali the inventors named in the
prior application a statement must
accompany the application when filed
requesting deletion of the names of the
person &r persons who are not iniventors
of the invention being claimed in the -
continuation, contmuatmn-m—par’c or
dwrsronal application. “* e

* * * x

(e) An application filed under this
section will utilize the file wrapper and
contents of the prior applii:ation to
constitute the new continuation, -
continuaticn-in-part, or dw:srona] .
application but will be assigned a new
applrcahon number. Changes to the
prior application must be made in the
form of an amendment to the prior
application as it exists at the time of

filing the application under this section. -

No copy of the prior application or new
specification is required. The filing of .

- sucha copy or specification will be.

considered improper, and a filing date
as of the date of deposit of the request
for an‘application under this section
will not be granted to the application -
unless a petition with the fee set forth -
in § 1.17(i) is filed with instructions to,
cancel the copy ot specrﬁcatlon.

L e T AT R .

18 ‘Section 163 is amended by < -
revising paragraph (a) to read as follows:
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‘claimed in at least one claim of the later

§1.63 Oath or declaration. -

{a) An oath or dcclannon ﬁled under
§1. 51(a}(1)(ii} as apariofa.. "~
nonprovisional app]:canon musl

(1) Be executed in accordance wnh
either § 1.66 or § 1.68; ;

(2] Identify the spemrcalmn to whu.h |
itis directed;. .. . |

(3) dentify each, mvantor and the "
residence and counlr_y ofcmzenshtp of
each inventor; and’ .

(4) State wheihet the mventor isa sole
or joint inventor of the invention
claimed. o

19, Section 1.67 is amended by-
revising paraoraph {b) to read as follous

§ 1 67 Supplemental cath or declaratton

® L i ‘ 'S

b A supplemenlal oath or e
declaration meeting the requrrements of
§1.63 must be filed when a claim is ~ =
presemed for matter originally shown or
described but not substantlally '
embraced in the'statement of invention
or claims originally presented or when
an ocath or declaration submitted in
accordance with §1.53{d)(1) after the
filing of the specification and any -
required drawings specifically and |
improperly refers to an amendment . -
which includés new matter. No new- -.
matter may be introduced intoa . -
nonprovisional gpplication after its -
filing date even if a supplemental oath.
or declaration is filed. In proper cases,
the oath or declaration here required .
may be made on information and belief
by an applicant other than the inventor.

o

20. Section 1. 781s amended by
revising paragraphs {a)(1) and (a}{2) and
by adding new paragraphs (a)(3). and .
(a}(4} to read as follows

§1.78 Cla:mmg beneft of earher t:!lng date
and cross-references 10 other applications.
(a){1} A nonprovisional apphcahon
may claim an invention d:sclosed in one
or more prior filed copending
nonprovisional applications or :: %
international applications desrgnatmg
the United States of America. In order
for a nonprovisional applicationto - -
claim the benefit of a prior filed .-
copending nonprovisional application
or international application designating
the United States of America, each prior
application must name as an inventor at
least one inventor named in the later
filed nonprovisional application and .
disclose the named inventor's invention

filed nonprovisional application in the

manner provided by the first paragraph
of 35 1.5.C. 112, In additicn, each prmr
application must be:




TEXT

(Vol. 49) 793

(i) Complete as set forth in
§1.51(af));or

{ii} Entitled to a ﬁhng., date as set forth
in§1.53(b}{1),§1.60 0r §1.62and
include the basic ﬁling fee set forth in
§1.16;0r - -

(iii) ‘Enfitled to a filing date as sel
forth in § 1.53(b){1) and have paid
therein the processing and retention fee
set forth in § 1.21(1) within the time
penod set forth in § 1.53(d)(1). .

- {2) Any nonprovisional application
claiming the benefit of one or moze prior
filed copending nonprovisional
applications or international .
applications designating the United
States of America must contain or be
amended to contain in the first sentence
of the specification following the title a
reference to each such prior apphcatmn.
identifying it by application number
{consisting of the series code and serial
number) or international application
number and international filing date
and indicating the relatlonship of the
applications. Cross-references {o other
related applications may be made when
ap ropriate. (See §1.14(b)k

3} A nenprovisional application
other than for a design patent may claim
an invention disclosed in one or more
prior filed copending provisional
applications. Since a‘provisional
application can be pending for no more
than twelve months, the last day of
pendency may occur on a Saturday,
Sunday, or Federal holiday within the
District of Columbia which for
copendency would require the .

-nonprovisional application to be filed
prior to the Saturday, Sunday, ot
Federal holiday. In order fora
nonprovisional application to claim the
benefit of one or more prior filed
copending provisional applications, .
each prior provisional application must
name as an inventor at least one
inventor named in the later filed

"nonprovisional application and disclose
the named invenlor’s invention claimed
in at least one claim of the later filed
nonprovisional application in the
manner provided by the first paragraph
of 35 U.S8.C. 112, In addition, each prior
provisional application must be:

(i) Complete as set forth in

§1.51(al(2)or o
<7 {ii) Entitled to a ﬁlmg date aé set forth
in § 1.53(b)(2) and include the bas:c
ﬁlmg fee set forth in § 1 16(!(]

[4) Any nonprovxsmnal apphcauon
claiming the benefit of one or more prior
filed copending provisional applications
'must contain or be amended to contain
in'the first sentence of the specification
following the title a reference lo each
such prior provisional application,
identifying it as a provisional
application, snd including the .. .-
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provisional application number
{consisting of series code and serial
number}.

21. Section 1.83 is amended by
revising paragraphs (a) and [c] to read as
follows:

§1.83 Content of drawing.

(a) The drawing in & nonprovisional
application must show every feature of
the invention specified in the claims.
However, conventional features
disclosed in the description and claims,
where their detailed ilustration is not
essential for a proper understanding of
the inveation, should be illustrated in
the drawing in the form of a graphical
drawing symbol or a labeled
representation {e.g., a labeled
rectangular box).

(c) Where the drawingsina
nonprovisional application do not
comply with the requirements of
paragraphs {a) and (b) of this section,

* the examiner shall require such

additional illustration within a time
period of not less than two months fom
the date of the sending of a notice
thereof Such corrections are subject to
reg uirements of§ 1.81(d).

ection 1.97 is amended by
ravising paragraph {d} to read as
follows:

§1.97 Filing of fnrormatlon disclosure
statement.

(d) An information disclosure
statement shall be considered by the
Office if filed after the mailing date of
either a final action under §1.113 ora
notice of allowance under § 1.311,
whichever occurs first, but before
payment of the issue fee, pro'nded the
statement is accompanied by:

(1) A certification as specified in
paragraph {e) of this section;

(2] A petition requesting
consideration of the information
disclosure statement; and

- {3) The petition fee set forth in -
§1.17(i).

r . = R *

23.'Section 1.101 is amended by |

mwsmg paragraph (a) to read as fOHOWS.

§1.101 Order of examination. ,

{a) Nonprowsmnal applications filed
in the Patent and Trademark Office and
accepted as complete applications are
assigned for examination to the
respective examining groups havmg the

- classes of inventions to which the .

applications relate. Nonpmvxsmnal
applications shall be taken up for .
examination by the examiner to whom
they have been assigned in the order in
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which they have been filed except for
those applications in which _
examination has been advanced

_ pursuant to §1.102. See § 1.496 for

order of examination of international
applications in the national stage.
* * *” * - . .

24, Section 1.102 is amended by
revising paragraph (d) lo read as
follaws: ,

§1.102 Advancement ol eia'mtnalion.

(d) A petition to make an apphcanon
special on grounds other than those
referred to in paragraph (c) of this ~ -
section must be accompanied by the *
petition fee set forth in §1.17{i).

25, Section 1.103 is amended by
revising paragraph (a) to read as follows:

§1.103 Suspenslon of action. . -

{a) Suspension of action by the Ofﬁce
will be granted for good and sufficient
cause and for a reasonable time
specified upon petition by the applicant
and, if such cause is not the fault of the
Office, the payment of the fee set forth
in § 1.17(i). Action will not be
suspended when a respanse by the . .
applicant to an Office action is required.
£ L -’ * » . T L

26. A new, undesignated center
heading and new section 1.129 are
added to Subpart B—National
Processing Provisions to read as follows:

Transitional Provisions

§1.129 Transitional procedures for limited
examination after finat rejecuon and
restriction practice, - :
(a) An applicant in an apphcauon,
other than for reissue or a design patent,
that has been pending for at least two
years as of June 8, 1995, taking into
account any reference made in such
application to any earlier filed
application under 35 U.S.C. 120, 121
and 365(c), is entitled to have a first
submission entered and considered on
the merits after final rejection under the
following circumstances: The Office
will consider such a submission, if the
first submission and the fee set forth in
§1.17(r) are filed prior to the filing of an
appeal brief and prior to abandonment
of the apphcahon The finality of tha i
final rejection is automatically -
withdrawn upon the timely ﬁhng of tha
submission and payment of the fee sot.
forth in § 1.17(r). If a subsequent final _
rejection is made in the application, ~
applicant is entitled to have a second
submission entered and considered cn
the merits after the subsequent final -
rejection under the follgwing - -
circumstances: The Office will consider
such g submission, if the second
submission and a second fee set forth in

’
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§1.17(r} are filed prior to the filing of an
appeal brief and prior to abandonment
of the application. The finality of the
subsequent final rejection is
automatically withdrawn upon the
timely filing of the submission and
payment of the second fee set forth in
§1.17(r). Any submission filed aftera
final rejection made in an appllcat:on
subsequent to the fee set forthin .~
§1.17(r} having been twice paid will be
treated as set forth in §1.116. A
submission as used in this paragraph
includes, but is not limited to, an ..
information disclosure statement, an
amendment to the written description,
claims or drawings and anew "~
substantive argument or new evidence
m support of patentability..

F % In an application, other than for

' imssue or a design patent, that has been

pending for at least three years as of
June 8, 1995; taking into account any
reference made in the application to any
earlier filed application under 35 U.5.C.
120, 121, and 365{c}, no requirement for
restriction or for the filing of divisional
applications shall be made or .
maintained in the application after June
8, 1995, except where:

(i) The requirement was first made in

't.he application or any earlier Rled

application under 35 U.S.C. 120, 121
and 365(c} prior to April 8, 1995;

{ii} The examiner has not made a
requirement for restriction in the
present or parent apphcallon priorto
April 8, 1995, dué to actions by the

.ap lphcant or

ii} The reqmred fee for exammanon
of each additional invention was not

id. .

(2) If the apphcahon contains more
than one independent and distinct
invention and a requirement for -
restriction or for the filing of divisional
applications cannot be made or -
maintained pursuant to this paragraph,
applicant will be so notified and given

a time period to:

(i} Elect the invention or inventions to
be searched and examined, ifno
election has been made prior to the,
notice, and pay the fee set forthin "~
§ 1.17(s) for each independent and
distinct invention claimed in the
application in excess of one wh:ch
spplicant elects; )

gn Confirm an elecnon ‘made prior to

‘the notice and pay the fee set forth in

£1.17(s) for each mdependent and
distinct invention claimed in the
apphcahon in addition to the oné
invention which apphcant prewously
elected,_or

(iii) File & petition under this section
traversing the requuement Hthe -
required petition is filed in a timely
manner, the origina! time period for
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electing and paying the fes set forth in
§1.17(s) will be deferred and any
decision on the petition affirming or
modifying the requirement will set a
new time period to elect the invention
or inventions to be searched and
examined and to pay the fes set forth in
§1.17(s) for each mdependent and .
distinct invention claimed in the
application in éxcess of une whlch
applicant elects. ~

(3) The additional inventions for
which the required fee has not been
paid will be withdrawn from - *
consideration under § 1.143(b), An
applicant who desires examination of an

- invention so withdrawn from "~

consideration can file a divisional
application under 35 U.5.C; 121, -

{c) The provisions of this section shall
not be applicable to any application
filed after June 8, 1995.

27. Section 1.137 is amended by
revising paragraph {c) to read as follows:

§1.137 Revival of abandoned application,

x* * * L b 4

(c) In all apphcanons filed before June
8, 1995, and in all design apphcat:ons
filed on or after June 8, 1995, any”
petition pursuant to paragraph (a}of this
section not filed within six months of .
the date of abandonment of the
application, must be accompanied by a
terminal disclaimer with fee under
§1.321 dedicating to the publica
terminal part of the term of any patent
granted thereon equivalent to the period
of abandonment of the application, The
terminal disclaimer must also apply to
any patent granted on any continuing
application entitled under 35 U.S.C. 120
to the benefil of the filing date of the
application for which revival is sought,

* . * * L] -

28, Secuon 1.139is added to read as

follows:

§1.139 Revlva! of provlslonal appllcatlon

(a) A provisional application which
has been accorded a filing date and
abandoned for failure to timely respond
to an Office requirernent may be revived
sa as to be pending for a period of no .
longer than twelve months from its
filing date if it is shown to the e
satisfaction of the Commissioner that
the delay was unavoidable. Under no
circumstances will the provisional
application be pending after twelve
months rom its filing date. A petition
to revive an abandoned provisional
application must be promptly filed after
the applicant is notified of, or otherwise
becomes aware of, the abandonment.
and must be accompanied by: -

(1) The required response unless it
has been previously filed;

{2} The petition fee as set forth in
§1.17(1}; and

(3) A showing that the delay was-
unavoidable. The showing mustbea -
verified showing if made by a persen -
not registered to practice before the
Patent and Trademark Office,

{b) A provisional applxcatmn whlch
has been accorded a filing date and -
abandoned for failure to timely respond
to an Office requirement may be revived
so as to be pending for a period of no
longer than twelve months from its ...
filing date if the delay was -
unintentional. Under no circumstances
will the provisional application be

‘pending after twelve months from its

filing date. A petition torevivean ' :
abbandoned provisional apphcauon must
ar -

{1) Accompanied by the reqmred
response unless it has been prevtously
filed;

(2) Accompamed by the peimon fee
as set forth in §1.17{m);

{3) Accompanied by a statement that
the delay was unintentional, The
statement must be a verified statement
if made by a person not registered to -
practice before the Patent and
Trademark Office. The Commissioner
may require additional information
where there is a question whether the
delay was unintentional; and -

(4) Filed either:

(i) Within oné'year of the date on
which the provisional application
became abandoned; or :

(if) Within three months of the date of
the first decision on a petition to revive
under paragraph {a} of this section
which was filed within one year of the
date on which the provisional
application became abandoned. :

c) Any request for recansxderatwn or
review of a decision refusing to revive
a provisional application upon petition

- filed pursuant to paragraphs (a} or (b} of

this section, to be considered timely,-
must be filed within two months of the
decision refusing to revive or within: :
such time as set in the decision. .

{d) The time periods set forth in this
section cannot be extended, except that
the three-month peried set forth in
paragraph (b)(4)(ii} of this section and .

Lhe time period set forth in'paragraph [c)

of this section may be extended under
the provisions of §1.136.

29. Section 1.177 is rewsed to read as
follows: -

§1 177 Relssue ln divislons.

‘The Commissioner may, in his or her -

discretion, cause several patents to bs
issued for distinct and separate parts of
the thing patented, upon demand of the
applicant, and upon payment of the
required fee for each division, Each -
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division of & reissue constitutes the
subject of a separate specification =
descriptive of the part or parts'sf the
invention claimed in such division; and
the drawing may represent only such -
part or parts, subject to the provisions' "
of §§1.83 and 1.84. On filing divisional
reissue applications, they shalt be * -~
referred to the Commissioner. Unless
otherwise ordered by the Commissioner
upon petition and payment of the fee set
forth in § 1.17(i), all the'divisions of a
reissiie will issue simultaneously; if
thefe is any controversy astoone : : .
division, the others will be withheld -
from issue until the controversy is - .
ended, unless the Commiissioner orders
otherwise. > U0 LTy L0
" 30, Section 1.312 is amended by
revising paragraph (b} to read as follows:

H

§1.312 Amendments after allowance.’
* R T L T s R L TR

(b) Any amendment pursuantto . - -
paragraph (a) of this section-filed after
the date the issue fee is paid must be =
accompanied by a petition including the
fee set forth in § 1.17(i) and a showing
of good and sufficient reasons why the
amendmient is necessary and Was not
garlier presented.” "7 7 et
- 31. Section 1.313 is amended by

 revising paragraph (3) to read as follows:

§1.313 Withdrawal from Issue.

(a) Applications may be withdrawn
from issue for further action at the
initiative of the Office or upon petition
by the applicant. Any such petition by
the applicant must include a showing of
good and sufficient reasons why
withdrawal of the application is
necessary and, if the reason for the
withdrawal is not the fault of the Office,
must be accompanied by the fee set
forth in § 1.17(i). If the application is
withdrawn from issue, a new notice of
allowance will be sent if the application
is again allowed. Any amendment '
accompanying a pelition to withdraw an
application from issue must comply
with the requirements of § 1.312.

L ] » - L] * .

32. Section 1,314 is revised to read as

follaws:

§1.314 Issuance of patenL

If payment of the issue fee is timely
made, the patent will issue in regular
course unless the application is
withdrawn from issue (§1.313}, or
issuance of the patent is deferred. Any
petition by the applicant requesting a
deferral of the issuance of a patent must
be accompanied by the fee set forth in
§1.17(i) and must include a showing of
good and sufficient reasons why it is
necessary to defer issuance of the
patent. :
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33.Section 1,316 is amended by -
ruvising paragraph (d) to read as
fatlows:

§1.316 Application abandoned for faliure
to pay Issue fee. ;- st A
* - ® [ * _.'.-::;.': BRI
(d) I all applications filed belgre
June 8, 1995, 4ty petition pursuant to

paragraph (b) of this section not filed -

within six months of the date of .-
abandonment of the application, 'must
be'dccomrpanied by a terminal v o7
disclaimer with fee under §1.321° "~ 7
dedicating to the public a terminal part
of the téfm of dny pateat granted
theréoiequivalent to the period of - -~
abandonment of the application. The
terminal disclaimer must also apply to
any patent granted on any continuing -
application entitled under 35 U.5.C. 120
to the bénefit of the filing date of the ™
application for which revival is sought..
.34.'Séction'1,317 is amended by ™+*
removing afd reserving paragraph (d}. °
§1.317 [Agnend‘ed] Votae A
35. Section 1.666 is amended b
revising paragraph (b) to read &s follows:

L

§1.666 Flling of Interference settlement
agreaments.

- L] - * *

(b) If any party filing the agreement or

. understanding under paragraph (a) of .

this section so requests, the copy will be
kept separate from the file of the
interferencs, and made available only to
Government agencies on wtiiten
request, or to any person upon petition
accompanied by the fee set forth in
§1.17{i) and on a showing of good
cause. .
» * L L] "

36. Section 1.701 is added to Subpart
F to read as follows: ~ oo

§1.701 Extension of patent term due to
prosecution delay.

(a) A patent, other than for designs.
issued on an application filed on or afier
June 8, 1995, is entitled to extension of
the patent term if the issuance of the
patent was delayed due to:

{1) Interference proceedings under 35
U.5.C. 135(a); and/or

(2} The application being placed
under a secrecy order under 35 U.S.C.
181; and/or ) -

(3) Appellate review by the Board of
Patent Appeals arid Interferences or by
a Federal court under 35 U.S.C. 141 or
145, if the palent was issued pursuant
to a decision reversing an adverse
determination of patentability and if the
patent is not subject to a terminal
disclaimer due to the issuance of
anather patent claiming subject matter
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that is not patentably distinct from that
under appellate review. R
{b) The term of 2 patent entitled to
extension under paragraph {a) of this
section shall be extended for the sum of
the periods of delay calculated under
paragraphs (¢){1), (c}(2),(c)(3) and (d) of
this'section, to thé extent that these
periods are not overlapping, uptoa
maximum of five years. The extension
will run from the expiration date of the

paten.l.‘-"'i'* Y

(c)1) The period of delay under .~

‘paragraph (a}(1) of this section foran_ .

applicaticn is the sum of the following -
periods, to the extent that the pericds :
are not overlapping: . L

{i} With respect to each interference in
which the application was involved, the
number of days, if any, in the peried -
beginning on the date the interference -
was declared or redeclared to involve -
the application in the interference and ;
ending on the date that the interference
was terminated with respect to the
application; and
- -(ii) The number of days, if any, in'the
period beginning on the date - =
prosecution in the application was '=
suspended by the Patent and Trademark
Office due to interference proceedings
under 35 U.S.C. 135(a) not involving the
application and ending on the date of
the termination of the suspension.

{2) The period of delay under
paragraph (a){(2} of this section for an
application is the sum of the following

. periods, to the extent that the periods

are not overlapping:

(i) The number of days. if any, the
application was maintained in a sealed
condition under 35 U.S.C. 181; )

(it) The number of days, if any, in the
period beginning on the date of mailing
of an examiner's answer under §1.193
in the application under secrecy order
and ending on the date the secrecy order
and any renewal thereof was removed;

(iii) The number of days, if any, in the
period beginning on the date applicant
was nolified that an interference would .
be declared but for the secrecy order
and ending on the date the secrecy arder
ang any renewal thereof was removed;
an

{iv) The number of days, il any, in the
period beginning on the date of
notification under §5.3(c} and ending
on the date ol mailing of the notice of
atlowance under §1.311. .

(3) The period of delay under
paragraph (a){3) of this section is the
sum of the number of days, if any, in the
period beginning on the date on which
an appeal to the Board of Patent
Appeals and Interferences was filed
under 35 U.S.C.'134 add ending on the
date of a final decision in faver of the
applicant by the Board of Patent
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Appeals and Interferences or by a
Federal court in-an appeal under 35
U.S.C.141 or 8 cml acuon under 35
U.S.C. 145:! o

-(d} The penod ot' delay set forih in
paragraph {c)(3) shall be reduced b{

(1) Any time during the peried o
appetlate review that occurred before
three years from the filing date of the
first national application for patent _
presented for examination; and ... -

{2) Any time during the period of |
appellate review, as detertnined by lhe

.Commissioner, during which the :
applicant for patent did not act with due
diligence. In determining the due ...~-..
diligence of an applicant, the . -
Commissioner may examine the facts
and circumstances of the applicant's
actions during the period of appellale
review to determine whether the .
applicant exhibited that degree of.:
timeliness as may reasonably be .. .-
expected from, and which is ordinarily
exercised by, a person durmg a penod :
of appellate review. .- i

PART 3—ASSIGNMENT. RECORDING,

AND RIGHTS OF ASSIGNEE ... .
37, The authority citation for 37 CFR

Part 3 continues to read as follows: -

4-27-95

. Authority: 15 U.5.C, 1123; 35 US.C. 6. .

38. Seetion 3 21is re\nsed to read as 7
follows: * .o

§3. 21 Identlficatlon of patents and patenl '
applications. - I
An assignment relaung toa patent.,.
must identify the patent by the patenl
number. An assignmen! relating ta a..
national patent application must .. f
identify the national patent application

by the apphcahon number {consisting of

the series code and the serial number, ',
e.g., 07/123,456). An assignment .~ "
relaung to an international palent
application which designates the Umted
States of America must identify the .~
international application by the . |
international number (e.g.. PCI‘/USQO!
01234). If an assignment of a patent
appllcauon filed under §1.53(b}1) or ~
§1.62 is executed concurrenlly with, or
subsequent to, the execution ofthe
patent application, but before the patent
application is filed, it must identify the
patent application by its date of
execution, name of each inventor, and -
title of the invention so that there can
be no mistake as to the patent .

' apphcahon mtended T

application intended. If an assignment
of a provisional application is executed
before the provisional application is
filed, it must identify the provisional
application by name of each inventor
and title of the invention so that there
can be no mistake as to the provxsxonal

39. Saction 3 81 is amended by
revising pa:agraph ) to read as follows:

§3.81 Issue of patent to asslgnoe.
o iar auilwe -."i! ; :
{b) If the assignment is submltted for
recording after the date of payment of
the issue fee, but prior to issuance of the
patent, the assxgnee may. penlmn that
the patent issue to the assignee. Any -
such petition must be accompanied by
the fee set forth in § 1. 17[1} of this
chapter.. ... e
Dated: Apnl 14,1995, 7
Bruce A. Lekman, ’ -
Assistant Secrelary of Commerce and
Comm:ssmner af Patents and Tredemarks.

Noie—'l‘he fol]owmg app-endtx will'not .
appear in the Code of Federal Regu!ahons.
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. FTO/SE/6 (6-95)

. Appendix A Approved for sz through 041191, OMB 0651.0037
: Patecd snd Tr.ndm’l-lrk Oﬁnr U.5. DEPARTMENT OF COMMERCE
a

| s PROVISIONAL APPLICATION COVER SHEET -

. : - Docket Number | - BN TYI_’“P!““@‘(J“)
2 : : inside this box
; B INVENTORGYAPPLICANT(). =~ 7" :
‘ LAST NAME . R ﬂFSTN.AME . MIDDLE INTITAL RISIDENCE (CTTY AND EfTHER STATE OR FOREICN COUNTRY}

. TITLE OF THE INVENTION (280 characiers mar)

-+ CORRESPONDENCE ADDRESS

StemE 0 2P conE A coUNTRY |

- ENCLOSED APPLICATION PARTS fchesk olf that apply)
D Spc:cm:nﬁun A-un;b}-ofPag'a . ’ S D Somalt &:UU‘S{J—I.-em;nt- T - -

o e Rl L

“METHOD OF PAYMENT (check ane)

D A check or money order is enclosed Lo cover the Provisional filing fees

PROVISIONAL
. . . L - - FILING FEE
-The Commlissioner Is h_s.-gby authorized 1o charge ] R .o | AMOUNT (5)
¢ filing fees and credit Degostt Account Number: . P 5 -

< The I.nvv.nﬁ i ‘waz Tl\ll{r 5)' an lgean of lhe Uniu:d bu.l.u Governm:nt or under a coatract with an agency ol't.be 'Un.'lted Shtﬂ GoVu'nmenL

D No. X - . ) )
s I:] You, the amme of e U.S. Governiment ageicy and the Goverumest sotract arber are: R
‘-""Respect‘fully submltied : ’ o ] e B
" SIG\:\TURF "‘. 7 o - Dﬂte P [N

REG]STRATION NO LA
'_ fqpproprm) L

tt:u:hed here:n

PR 0 VISI ONAL APPLI CA TION FILIH’G ONL Y

Bl-lﬁmHot-l'Smcma\t Thus form is csiumated 1o take ,2 howrs %0 complete Time wall vary depending upan the noeds of Lhe individual case. Anycummmumlh:mo{ume
you are required 10 complete thus form should be sent t the Cffice af Atsiancs Quality and Enhuncement Dnvision, Puent and Trademark Office, Washington, DC 20031, and o

. the Office of trformation and Regulstory Affurs, Office of Managemant and Budget (Project 0631-0037), Wastungtoa, DS 20503 DO NOT SEND FEES OR COMPLETED
FDR.\{SIO THIS ADDRESS SEND TO Assisunt Commumnonsr for Fucais, Wishingion, DC 20231 - B

—
——

. A-27-95 wTiLenT oL e BNAS Patent, Trademark & Copyright Journal
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Appendix B

PTO/SB! 01 (6-95)
. . Appraved for use through 06/30/96. OMB 0651 -0032
et g . _Emnmmmm-i 3

ST B DECLARATION FOR PATENT APPLICATION Docket Number (Optional)

As a below named i \nvenro; [ hereby dvedare that:

v i % ™ et
PR 2R 1.-5‘}

My residence, post office address and c:nzenshlp are as slauad beiow next to my narne

| believe | am tha orlgmal fifs1 and ‘soie inventor (it only and name-s ﬁsted belcwi o @n ori al' hrs! and jo«nt inventor (if pluraj
i names are ||sled below} of tha subject matter. whlch is claimed and for which a palant is scught on the invention entited
_- i !he sp-ec:l’cauon of Whlch

is anad‘&ed herem un

D was fied 60 - 'r"é?f’ﬁf'lﬁ_iér’naﬁbﬁéﬁ'pp :Eﬁhon *

Numbe( - m appl:cable) .
1 hereby stale that I have rewewed and uncerslanc the contantsial me above identfied Speqrc.anon mdudmg tha'd ms-as
amended by any amendment refered i above. \ ’

| 2acknowledge the duty 1o disciose information whlch is mateual 1o patentability as defned in Titie 3? Code of Federal
Aegulations, § 1.56. :

I hareby claim foreign priority beaebits under Title 35 United States Code § 119(a)- (d} ot any foreign application(s) for patent ar
invenior's certificate hisled betow and have also Wentified belaw any !ormgn appticanon for patenl of inventer's certiticata
havinga filing date before mat of the applicanan on which priority is danmed

i

i BN L AT,

" Priof ForelgnApptlcanon(s] SRR S ey e ey .. Priority Claxmed_ r-,_-:

‘ R IET 1 SO SRS A . Lo, D YESGNO "

. (Numper} B (Country} A e = {DayMontV¥ear Filed) == -~ - [ e - ,":,:

. £] vesONo .

(Number) (Country} . . {DayMantvYear Filed) e ' . -

| hergby claim the benelit under Title 35, Uniled States Code, § 119(e) of any United States provisional app.ncauun‘s) Hsted below. »

{Aspucaton Number) {Faing Datey ‘

s {Appuca.lonN.anaef] B R AU D S | b (= S U _.':=j.
_Ihereny chairmn ¢ e | benefil under Title 35 United States Code, § 120 of any United Slates appi:ca[:on(s) lns!ed below and, inssfar

as the subject matier of 2ads of the tlaims of thig agpiicdtion 18 'ndt diseloséd in the prior United States appiicstion in the manner” %

provided by the first paragraph of Tite 35, United States Cade, § 112, | acknowledge the duty 1o disclese information which is r

material 12 patentability as cefined in Title 37, Code of Federal Reguiations, § 1.56 which became available batween the filing' date
of the prior applicaticn and the national or PCT international rlmg date of this application.

(5@ms -—nalenled pencing. ananoonea)

(Appicston Number) . - ’F:I;»g Date)

(Flhng Dale)

[ . at telephone numbeér S

Address att teleohone calls 1
" Address ali é.\.rfesoondence to -

! heveby dec!are tha! a!l staternenls made hergin of y own knowledge are true and that all sta(emems made on mforrnanon and
bake! ar believed to be lug: and further that these stalements were made Wwith the kiicWiedga that willlit lalse’ statements and the

ke sa made are punisharie by fine or wnprisonman;, of both, under Sectien 1001 i Title 18 of the United Stales Code and that i

S TR

" such witlfut fais staleridntd may iecoardize thé validity of the appln:annn of any patent issved hereon. » el il Tl et
. Full name of sole or tirst Inyentar [given name, family nama) — . S —

inventor's signature Dale .

Aesidence Citizensnip =

Post Othice Addrass - - L i -,

- Full name of second jointanventor, i any {fgiven narme, family. nama!

Speand IMVENIDNS SIENEIIR i e s e+ e e AR o _
He‘.‘-vderce - : i e e e e . Cfizersnin PR e
Post Citice

PR — R S - T

| I ageiiznal invenafs are Being nafmed B separaialy Jumivered sneers attached hereto, . ., - .

compele  me wil vafZ cnaa-'!cm L.pcm ne reans of e nQvicyal case. Any
'n s form sheuid be sentio ihe Ditce o Ass.s ance Cug.y ard Enhancemern! Dansion,
e Of jrtarmalion ar‘aFl |at r¥ Attairs, DN o1 Maane'ner' and Sueget

HIS ADDRESS. SEND TO. Assistant | ]

i pn gk are rooy
Palent ata Srazsctar O%Ce, Wasm-"g.on {C 222 e Ciig

{Froject 085:-0532), Wasr: nclon, DG 20503 0O NCT Sc\ID FEES uR COMPLETED FOR
Corimissa: gr Parents, Wasmglon Gp 2023,
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