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PTO FINAL RULE ON 20-YEAR TERM
AND PROVISIONAL APPLICATIONS

60 FR 20195 Under 35 U.S.C. 154(b)(4). as
contained in Public Law 103-465, the
total duration of all extensions of a
patent under 35 U.S.C. 154(b) shall not
exceed five (5) years.

The provisions for patent term
extension under 35 U.S.c. 154(b) are
separate from and in addition to the
patent term extension provisions of 35
U.S.C. 156. The patent term extension
provisions of 35 U.S.c. 154(b) are
designed to compensate the patent
owner for delays in issuing a patent,
whereas the patent term extension
provisions of 35 U.S.c. 156 are designed
to restore term lost to premarket
regulatory review after the grant of a
patent. In order to prevent a term
extension under 35 U.S.c. 154(b) from
precluding a term extension under 35
U.S.C. 156, Public Law 103-465 amends
35 U.S.c. 156(a)(2) to specify that the
term has never been extended under 35
U.S.C. 158(e)(1).

The zo-yeer'patent term provision is
contained in 35 U.S.C. 154, as amended
by Public Law 103-465. Section 154 of
title 35. United States Code, applies to
utility and plant patents, but not to
design patents. The term of a design
patent is defined in 35 U.S.c. 173 as
fourteen (14) vears from the date of
grant. Therefore, the patent term and
patent term extension provisions set
forth in 35 U.S.c. 154. as amended by
Public Law 103-465. do not apply to
patents for designs.

In addition, Public Law 103-465
establishes a domestic priority system.
In accordance with the provisions of the
Paris Convention for the Protection of
Industrial Property, the term of a patent
cannot include the Paris Convention
priority period. Public Law 103-465
provides a mechanism to enable
applicants to quickly and inexpensively
file provisional applications. Applicants
will he entitled to claim the benefit of
priority in a given applicationbased
upon a previously filed provisional"
application in the United Slates. The
domestic priority period will not count
in the measurement of the term.

Section 111 of title 35. United States
Code. was amended by Public Law 103­
455 to provide for the "filing of a
provIstonnI application "M1 or after June
8. 19a5. Section 4l(a)m of title 35.
United StJtL1S Code.wos amended by
Public Law 103-465 10 pro vide a
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applies to all utility and plant patents
issued on applications having an actual
United States application filing date on
or after June 8,1995. Specifically, 35
U.S.C. 154(a)(2).as contained in Public
Law 103-465, provides that the. patent
term will begin on the date on which
the patent issues and will end twenty
years from the date on which the
application was filed in the United
States. If the application contains a
specific reference to an earlier
application under 35 U-S.c. 120. 121 or
365(c), the patent term will end twenty
years from the date on which the
earliest application referred to was filed.
As amended by Public Law 103-465, 35
U.S.C. 154 does not take into account
for determination of the patent term any
application on which priority is claimed
under 35 U.S.c. 119. 365(a) or 365(b).

Under 35 U.S.c. 154(b)(1), as
contained in Public Law 103-465, if the
issuance of an original patent is delayed
due to interference proceedings under
35 U.S.C. 135(a) or because the
application is placed under a secrecy
order under 35 U.S.C. 181, the term of
the patent shall be extended for the
period of delay. but in no case more
than five (5) years.

Under 35 U.S.c. 154(b)(2),.s
contained in Public Law 103-465, if the
issuance of a patent is delayed due to
appellate review by the Board of Patent
Appeals and Interferences or by a
Federal court and the patent is issued
pursuant to a decision in the review
reversing an adverse determination of
patentability, the term of the patent
shall be extended for a period of time
but in no case more than five (5) years.
However. a patent shall not be eligible
for extension under 35 U.S.c. 154(b)(2)
if the patent is subject to a terminal
disclaimer due to tho issuance of
another patent claiming subject matter
that is not patentably distinct from that
under appellatc review.

Under 35 U.S,c. 154(h)(3)(B) and
154(h)(3)(Cl. as contained in Public Law
103-465, the period of extension under
35 U.S.C. 154(b)(2) shall be reduced by .
any time attributable to appellate review
hefore the expiration of three (3) years
from the filing date of the application
and for any period of time during which
the applicant for patent did not act with
due diligence. as determined by the
Commissioner.

SUMMARY: The Patent and Trademark
Office (PTa) is amending the rules of
practice in patent cases to establish
procedures for: filing and processing
provisional application papers;
calculating the length of any patent term
extension to which an applicant is
entitled where the issuance of a patent
on an application filed on or after June
8,199'5 (the implementation date of the
zn-yeer patent term provisions of the
Uruguay Round Agreements Act), other
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than for designs. was delayed due to
interference proceedings..the imposition
of a .secrecy orderand/or appellate
review; and implementing certain
transitional provisions contained in the
Uruguay Round Agreements Act.

, EFFECTIVE DATE: June 8. 1995. '
FOR FURTHER INFORMATION CONTACT:

Magdalen Y. Croenlief or John F.
Gonzales. Senior Legal Advisors, Office
of the Deputy Assistant Commissioner
for Patent Policy and Projects, hy
telephone at (703) 305-9285, by fax at
(70'3) 308-'6916 or by mail marked to
their attention and addressed to the
Commissioner of Patents and
Trademarks. Box DAC. Washington.
D.C. 20231.

SUPPLEMENTARY INFORMATION: The
Uruguay Round Agreemenls Act (Public
Law 103-465) was enacted on December

'1:~ 'a. ui94. Public Law 103-465 amends 35
.: U.S.!=. 154 to provide that the term of

grant and ends 20 years from the filing
date of the application. The amendment
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$150.00 filing fee for each provisional
application, subject to a fifty (50)
percent reductidTifora small entity. The
requirements for obtaininga. filing date
fora provlslonal applicationarethe... ;
same as those which previously existed.
for an application filed under 35 IT.S.C.
111. except that no claim or claims as
set forth in 35 U.S.C. 112, second
paragraph. is required. Moreover. no
oath/declaration as set forth in 35 U.S.C.
115 is required. The provisional
application is also not subjectto the
provisions of35 U.S.C.131,135 and
157. i.e., a provisional application will
not be examined for patentability• .
placed in interference or made the
subjectof a statutory invention. : .
registration. Further. the provisional
application will automatically be .
abandoned no later than twelve (12) ,
months after Its filing date 'and will not
be subject to revival to restore it to
pending status beyonde date which is
after twelve (12) months from its filing
date. A provisional application will not
be entitled to claim priority benefits
based on any otherapplication under 35
U.S.C. 119, 120, 121 or 365.

Also, Public Law 103-465 amended,
35U.S.C. 11910 allowan applicant to i

'clairp. the benefit of the filing date of one
or more copending provisional . .
applications in a later filed application
for patent under 35 U.S.C. l11(a) or 363.
The later filed applicatioh for patent '
under 35 U.S.C. l11(a) or 363 must be '
filed by an inventor or Inventors named
in the copending provisional
application not later than 12 months
after the date on which the provisional
application was filed and must contain
or be amended, to containa specific.
referenceto the provisionalapplication.
The provisional application must
disclose an invention which is claimed
in the application for patent under 35
U.S.C. 111(a) or 363 in the manner
provided by the first paragraph of 35
U.S.c. 112. In addition, the provisional
application must be pending on the
filing date of the application for patent
under ,35 U.S.C, l11(a) or 363 and the.
filing ree' set forth in subparagaph (A)or
(C) of 35 U.S.C. 41(a)(1) must be paid. ,

Since 35 U.S.C. 154(a)(3), as' , .. ,' c

contained in Public Law 103-465. : '".
excludes from the determination of the.
patent term an·y application on which .
priority is claimed under 35 U.S.c. 119,

20197 "
365(a) or 365[b), the fiiing date of.
provisionalapplication is not ..
considered in determiningthe termof:
any patent. .

Section 119(e)(l) of title 35, United
States Code, provides that if all of the
conditions of35 U.~.C. 119 (e)(l) and

(e)(2) are met, an application for patent
filed under 35 U.S.c. 111(a) or 363 shall
have the same effect as though filed on
the date of the provisional application.
Thus, the effective United States filing
date of an application for patent filed
under 35 U.S.c. 111(a). and entitled to
benefits under 35 U.S.C. 119[e), is the
filing date ofthe provisional \__ ' :-- , ." .. ,
application. Any patent granted on such
an application. is priorartunder 35 .
U.S.C.102(e) as of the filing date of the
provisional application.

Likewise, the effective United States
filing date of a patent issued on ali' .
international application filed under 35
U.S.C. 363, and entitled to benefits
under 35 U.S.C. 119(e), is the filing date
of the provisional application. 'except .
for the purpose of applying that palent
as prior art under35 U.S.C:;.102(e). For
that purpose only, 35 U.S.c. 102(0)
defines the filing date of the
international application as the date the
requirements of 35 U.S.C. 371 (c)(l),
(c)(2) and (c)(4) were fulfilled.

Public Law 103-465 further includes
transitional provisions for limited.".
reexamination in certain applications
pending for two (2) years or longer. as of
june B,1995, taking into account any.'
referenceto any earlierapplication."
under 35 U.S.C. 120, 121 or 365(c). The
transitional provisions also permit
examination- of more than one
independent and distinct Invention In
certain .applicetlons pending fer three
(3) years or longer as of june B, 1995,
taking injcaccount any reference to any
earlierapplication under 35 U.S.c. 120,
121 or 365(c). These transitional
provisions are not. applicable toany
application which is filed after [uneB,
1995, regardless of whether the ',,':
application is a ccntlnulng applicatiori.

The amendments to title 35 relatingto
20-yearpatent term. patent term
extension, provisionalapplications and
the transitional provisions are effective
on the date which is six (6) months after
the dateof enactment. i.e., on June 8,
1995. , .. ' ... ,.

A Notice of ProposedRulemaking was
published in the Federal Register at 59
FR 63951 (December 12,1994) and in
the Patent and Trademark Office Gazette
at 1170 Off. Gaz. Pat. Office 377-390"
(january 3, 1995).", "

Forty-nine written 'comments were
received in response to the Notice of
Proposed Rutemaking. A public hearing
was held at 9:30 a.in. on February 16,
1995. Fourteen individuals offeredoral
comments at the hearing.The forty-nine
written commentsande transcript of
the hearing are available for public' ,
inspection in the Special Program Law
Office, Office of the DeputyAssistant
Commissionerfor Patent Policy and

Projects, Room 520, Crystal Park I:iiJi 1
Crystal Drive, Arlington. Virginia. and
are available on the Internet through '.
anonymous file transfer protocol (ftp),';
address: ftp.uspto.gov. "-':., ,." '",,"'

The following includes a discussion
of the rules being added or amended.
the reasons for those additions and
amendments and an analysis of the
comments received in response to the
Notice of Proposed Rulemaking. er-r

Changes in text: The final rules '
contain numerouschanges,to the text of
the rules as proposed forcomment. ...':
Those changes are discussed below..
Familiarity with the Notice of Proposed
Rulemaking is eseurned-": ,;.' . . : ,

Section 1.9[a)(1) is being changed for
clarityto define a national application
as a U.S. application for patent which
was either filed in the Office under 35
U.S.C. 111, or which entered the'''· :: ':
nationalstage from an international
application after compliance with 35:. .
U.S.C.371. Also:a new paragraph (a)(3)
is being added to define the-term
"nonprovisional application" as a U.S.
national application for patent which.
was either filed in the Office under 35·
U.S.c. 111(a), or which entered the .;
national stage from an international
application after compliance with 35_:.
U.S.C.371. - ..

The proposed deletion of § 1.60 Is . ,
"being withdrawn. Therefcre.j; 1.1,7(0 is

beingchanged to r~~~i~ .th~referE!~~e to
§ 1.60. ' ,', '. -.':".
, .Sectlon 1.17(q)'is being changed to ,_
delete the fifty (50) percent reduction
for small entities in the $50.00 fee
established for filing a petition under
§ 1.48 in a provisional application and
a petition to accord a provisional
applicationa filing date or to convertan
application filed under § 1.53[b)(1) to a
provisional application. .

Sections 1.17(r) and Is) are being,
changed to include a fifty (50) percent
reduction for small entities in the fees
establishedforentry of a submission
after final rejection 'under § 1.129[a) and
"for each additional invention requested
to be examined under § 1.129[b). In the
final rule, the fee required by §§ 1.17[r)
and 1.17(s) from a small entity is
$3~.00. The Iee required from other
than a small entity is $730.00. v. ".-

The elimination of the small entity- ;
reduction in § 1.17(q) and the addition
of the small entity reduction in §§ 1.17
(r) and (s) are the result of additiorral .
review. which resulted in the
conclusion that the fees established for
the transitional procedures in §§ 1:f?9
(a] and (b) may be reduced by fifty (50)
percentforsmall entities. However. the
petition fees required by § 1.17(q) 'Ire
not subject to the fifty [50) percent
reduction for small entities." ., ,:
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, The proposed deletion of the . the u.s. Government or under a contract section is only available for filing a

retention fee practice set forth in former with an agency of the U.S. Government. continuation or divisional application if
§ 1.53(d), now redesignated § 1.53(d)(I), the security review for that application the prior application was a

"', is being withdrawn, Therefore, §1,21(1) should already have been done by that nonprovislonal application and
.is being retained and amended.to refer agency of the U.S, Government. complete as set forth in § 1.51(a)(I), ..
to § 1,53(d)(1),Also. the proposed Therefore. identification of those Also, paragraph (b)(4) is being amended
change in the text to § 1,17(n) is being particular provisional applications on to delete the requirement that the " :
withdrawn. since § 1.60 is being the cover sheet will reduce the number statement which must accompany the
retained. . of applications which the PTO must copy of the prior application include the
...", Section 1.28(a) is being changed to forward to other agencies of the U.S" language that "no amendments referred
clarify the'procedur~ fo! establishing Gove~ment for security ~E;lview.". to in the oath or.d~c1ara~i.on filed to.
status as a small entity 10 a . Section 1.53{b}(1) IS being changed to complete the prior application. ..
nonprovisional application claiming retain !he reference t~ §.1.50: ', ., _.' introduced new matterjhereln." The
benefit under 35 U.S.C. 119(e)•. 120 •. 121, , .Sectlcn 1.53(b)(2)(1l) isbeing changed requirement is unnecessary because any
or 365(C) of 8 prior application. In s~ch to require that ~ny petition and J:>et.i~ion amendment filed to complete the p·r-ior
cases, applicants may file a new ve,:,fied fee to co,!v.erta § 1.53(bJ(1)applicah?n applicatio? would be considered a P8!'t'
statement or they may rely on a verified . to a provisional application be filed in of the. original disclosure of the prior
statement filed in the prior application, the§ 1.53(b)(1) application. prior .to the application-and. by definition, could not
if status as a small entity is still proper earlier of the abandonment..of the contain new matter. Also. paragraph
and desired. If applicants intend to rely .§1.53(b)(l) application. the payment of (b)(4) is being arnended to refer to "
ona verified statement filed in the prior the issue fee. the expiration of twelve § 1.17(0. , .
application. applicants must include in (12) months after the filing date of the Section :!,62(a) is being changed to.
the nonprcvisional application either a § 1.53(b)(1) application. or the filing of refer to a prior complete .' .
reference to the verified statement filed a request for" a statutoryinvention "non provisional" application and to
in the prior application or a cop~ of the registration under § 1.293. where the clarify thata continuing eppllcatton .
verified statement filed in the pnor § 1.53(bJ(1) application was abandoned may be filed under § 1.62 after payment
application. A verifiedstatement in before the expiration of twelve (12) of the issue fee if a petition underv :
compliance with existing §1.27 is months after the filing dale of the § 1.313(b)(5) is granted in' the prior .":
required to be filed in each provisional application, a petition to convert the application. Section 1.62{a} is alsobeing
application in which it i~ d~~~,d to.pay - application t? a provisional application changed to clarify .the existing practtce
reduced fees. ." . ':"> . may be filed in the § 1.53(b)(1) " that the request for a § 1.62 application
. Section 1.45(c), first sentence" IS being appllcation if the petition to convert is must include identification of the

changed for clarity to refer. to ~ filed prior to the expiration 'of twelve inventors named in the 'prior
"nonprovisional" al'plicatl':l.n. (12) months after the filing date of the application. " "'.,

Section 1.48 is being changed to § 1.53(b)(1) application and is . . Section 1.63(a) is being changed for
include a new paragra~h. (e) setting forth accompanied byan approprtate petition clarity to refer to an oath or declaration
the procedure for de let109the name of to revive an abandoned appllcaticn filed as a part of a "nonprovisional"
a person who was eIT?~eously na;ne? as under § 1.137. application.
an inventor ina provislcnal application. Section 1:53(b)(2)(iii) is being Section 1.67(b) is being changed for
The.procedure requires an amendment changed to indicate that the clarity to refer to a "non provisional"

..deleting the name ofthe .pe"on ~~o requirements of §§ 1.821-1.825 applic~tion, . "" ; .
. . was erroneously named accompanied regarding application disclosures Section 1.78 (a)(l) and (a)(2) are bemg
. by: a petition Including a statement of '. containing nucleotide and/or amino chan.ged.to refer to ~ "~onprovi.sional"
facts verified by the p~rs~n whose name acid sequences are not mandatory for apphcatl.o? and to c1.anfy that the .
isbeing deleted establishing that the provisional applications. . nonprovlslonal.appllcatfon may claim
error occurred without deceptive -. Section 1.53Id)(1) is being changed to the benefit of one or more prior ...•::'
intention; the fee set forth in § 1.17(q); retain the retention fee practice. The . copending nonprovisional applications
and the written consent of any assignee. proposal to delete the retention fee· or international applications designating
The flrst sentences of §§ 1.48 (aHc) are practice set forth in § 1.53(d) is being the United States of America.Section
also being changed for clarity to refer to withdrawn.. ' " . ' .: 1.78(a)(l)(ji) is being changed to retain
a "non provisional" application. The first sentences of §§ 1.55 (a) and the reference to § 1.60. Section.

-Section 1.51(a)(2)(i) is being changed . (b) are being changed for clarity to refer 1.78(a)(1)(iii) is being retained and .
to require that the provi~ional to a u,no,nprovisional" applicatio.n ..:' amended to r.ef,er}? §§ 1,.,53f?HJ:~~and
application cover she~tl!~c1ude the Also. §§1.55 (a) and [b) are being . 1.53(d!(l). >'. '. :.:.. , '.'
residence of each named inventor and. chengedtc clarify that the. Sections 1.78 (aJ(3).and (aJ(4Lare:':'
if the invention was made by an agency nonprovislonal application may claim being changed to referto a :~,-.. .,
ofthe U.S, Government or under B . the benefit ofcne or more prior. foreign "nonprovisional" application ~.nd to
contract with an agency of the U.S. applications or one or more applications clarify that the nonprcvisionaI··c.
Government, the name of the U.S. for inventor's certificate..... ,::.. .., .application tT!~y claim the beneflt of one
Government agency and ~vemment ... ,S~~ion,1.59 is ~ing changed .to. - or m?re prior copendtng p·ro,:i~}o"nal
contract number.The rssldence .ofeach retam the reference to the"retentIon fee. applications. .

I
named inventor is infonmation'which is set forth in § 1.21(1) and to clarify that Section 1.78(a)(3) is also being

the retention fee practice applies only to changed to remind applicants and
,,:20198. , ,: ,,'. " applications filed under § 1.53(b)[1). practitioners that when the last day of

; :nece~sar1 to id~~tify those proY.isional The proposal to delete §l.60 is being pendency of a provisional <lpplicatio~

e"t ' ,apPlIcatIOns :-vn!ch m~st bereviewed by withdrawnTherefore. § 1.60 is being fall~ on a ~at~rday, Sunday, or Federal
-,;", r,',': the I;T~ for Ioreign fihng I"ce,nses.If the r~lainod and a'!lended ~o clari!Y in the . holiday wlth!n, the DIStrict olColumble.
'.' ' lO,":e~lt1o.n dlsclosed 111 the provisional -title of the section and an pssagraph an~ n?nprovisional a-+wiicll~l~n .,j ...,,,,""" was made b an agency of "",) that '0••roced ore set forth ln the clai rn'0' '"0'", ."o~'m.",,: ._
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SecHans 1.129 (a) ~nd (b) are being

changed to identify the effective date of
35 U.S,C. 154(a)(2) ~s June 8. 1995.'

application must be filed prior to the Further. § 1.129(a) is being changed to application prior to April 8. 1995; due
Saturday. Su.nday. or Federal holida~ provide that the first and second , to actions by the eppllcant.. . .
within the DlstriCrof Columbia. Section submissions and fees set forth in . Section 1.129(b)(2)·is being changed
11l(b)(5) of title 35. United States Code. § 1.17(r) must be filed prior to the filing . i . to delete the identification of the period
states that' a provisional application is of an Appeal Brief. rather than prior to provided for applicants to respond to a

. abandoned twelve months after its filing the filing of the Notica of Appeal. and notification under § 1.129(b) as one'
date. Sections 119 (e)(l) and (e)(2) of prior to abandonment of the application. 'month. The time period for response
title 35. United States Code. require Ihat The requirement that the fee set forth in will be identified in any written-
a nonprovisional application claiming' § 1.F(r) be filed within one month of notification under § 1.129(b) and will
benefit ofa prior previsional application the notice refusing entry is being'" , usually be one month. but in no ease
be filed not later than twelve months deleted. Section 1.129(a) isalso being will it be less than thirty days. The
after the dateon which the provisional changed to provide that the finality of . period may be extended under ."
application 'was filed and that the , the. final rejection is automatically," § 1.136(a). The language is also being
'provisi"iiill'ipplicaticin bependingon , withdrawn upon the timely filing of the changed to provide that applicant may
the filing date of tile non provisional ..' ',subm~ssion and paYI\lentof th~ fe;e"s,<;t '.. resp~nd to 0e noti.ficatio!, by 0) ,
application. Under § §1.6 and 1.10. no ' forth 10 § 1.17(r), The language ".... , .' ,eleetmg themvenllon ormventions to
filin'g dates are accorded ioappllcations _.indicating that ~th; sl:l~miss~~n.WOU~? be ".. '_be 'se~ed and ~.xa~ined: if no .,-
on a Saturday, Sunday, or Federal : entered and considered ~ft~: timely- ': ..~~~~hon has ~~n mads prl?r to the
holiday within the District of Columbia. r.ayment of the fee.set forth 10 §,l,t.7(r) . nottce, andpaYI~~ the. fee set forth in
Thus, if a provisional application is to the extent t~a.t It ~o~ldhav~ b;en . § .1. ~7(5).r0rea~h md~p~nd~nt and
abandoned by operation of35 l-!:S.C. entered. an~ c~,n.slde:ed Ifma.deprl<?: to .'.dlS.h?ct ~nv~~hon claimed I~ th.e "
111(b)(5) on a Saturday.Bunday, or final reJectl~n IS being deleted. In v}ew ,appl~cahon In exc.~ss of ona..~~lch::
Fede,:,,1 holidaywithin the Distrlct of of the magnitude of the fe~ set forth ~n apph.cant elects. !u) confirml~g an
Columbia', a ncriprcvlslonal application ~ 1.17.(r),.the next PTO a.chon f~llo~~.ng .~1.ec:t1O~ made priorto t~~'notlce and
claiming benefit of the provlslonal" ' timely pay~ent of t~e fee set forth u; paYIn.g the fee set forth '? ~ 1.17(s) for
application under 35 U.S.C. 119(e) must § 1:17(:) will be.eq,:"valent ~o a.first" ?ach I~depen.dent ~d dlstinc~ . .
be Illednolaterthan the precedingday action m ~ ~ontmumg ~PI?hca.hon. lnV~n.!.lOn claimed I? the a.pphca~on 10
which is not a Saturday'. Sunday, or Under existing ~O practic!3. it would ,addl~~,~~ to. the.one II.lventIonwh~~
Federal holiday within the District of not.be proper t~m~ke final.a fi:st Office '. apphca?t ~,:,vlOuslyelected, or [iii)
Columbia", ' . .." .. " . action 10 aconttnutng application- fihng apetitionunder §1.lZ9(b)(2)

• • •. ;" • -F. u, , where the continu~ng eppllcetlcn traversing the ~quire'!1,ent without
Section 1.78(a)(4) ISalso.bemg '. . 'contains material which was presented' regard to whether the requlrerrienthas

changed to de.lete the requln:~ent that in the earlier applicationafter final - been made final. No petition fee'is'
th? ~fe~nce In the no~~rovlslonal_., rejection or closing ofprosecuUon but required. The section i~ also being
apphcat!on ~o the provlslpna! ' . .. was deniedentry because (1) new issues, changed to providethat if the petition
application indicate the relationship of were raised that required further" "':. under § t:tZ9(b)(Z) is filed in a tlmely
the applications. As a re~ult. of the, considerationand/or search, or (2).the . _-.', rnannervthe C?Fig.inal time period for
change. § ~.78(a)(4) ~rov.'des th.at ~i"" issue of new matter was raised;The;' '.' ',"electing and payin]; the fee set forth in
ncnprovislonal apph:atlOn.c!alm1Og identical procedure will apply to" ,§ ~'.17(s).willbe deferredend 'any .
bene.fit ~f one or more p~ovlslOnal, examinationof a submission considered decision on the petition' affirmlngcr
apphcatlO.n~must .con.t~l~ a ~f!,!~n.ce to as a result of the procedure under' modifying the requirement Will set a
each provisional apphcatlon." '<>: § 1.129(a). Thus. under § 1.129(a). if the new time period to elect the invention
identifying it as aprovisional.- , first submission afterfinal rejectionwas' cir inventions to besearchedand .
appl~c?tion and ~ncl.~d.ing the-.' v. initially denied entry in theapplicatioo" - "examined ~nd to pay the fee set forth in
provisional application number because (1) new issues were raised that § 1.17(s) foreach independent and
(consisting of series code a~d s,erial '- required further consideration and/or distinct invention claimed in the
number). However, the section does not search.or (2) the issue of new matter application in excess of one which
require the nonprovisional application was raised. then the next action iri the . applicant elects. ' - : . :;~,

to identify the noriprovisional.. application will' not be made final.· 'Section 1.129(c) is being changed to
application as a continuation, divisional Likewise. if the second submjssion after' . clarifythat the provisions of §§ 1.129 (a)
or continuation-in-part application of . final rejectionwas initially denied entry and (b) are not applicable to any'
theprovtstonal application. . in the application because (1) new application filed after June 8.1995.
"section 'i.83(a) is being changed \0'" issue: we,:, raised that required further However. any applic~tion filed on June

.delete the proposed redesignation of' ~onslderatlOnandlor searc~..or (2) the 8.1995 woul:t~esubJectto a 20'year
paragraph (a)and to delete proposed lssue of ne.w matter was rBlsed, then the patent .term.· . .
paragraph (a)(2). Also. §§ 1.83 (a) and (c) .next action in the ~pplication will not 'S.e~tlOn 1.137 ISbemg an:'e~ded by
are being changed for clarity to refer to. ,be made final. In vie.'" of 35 U.S.C. 132. revlsmg. paragraph (c) to ehmmate. 10

" , ' .. I" I' t' n Further' no amendment conSidered as a result of all applicatIOns filed on or after June 8.a nonprovlsIona. app lca 10.... • . - '.' .•. ' . d' I"
§ 1.83(c) is bein .chimged to.remoxe the ilie payment ~f ilieJee. set, forth tn, '; , 1995: except eSign app. Icall~ns. ~e

, " t' .g ,. 'h ()(1) ". § 117(r) may mtrOduce new melter mto reqUirement that a termmai disclaimerrelerence 0 paragrap a . . .' . . . . d
. ..' the disclosure of the apphcation~" , accompany any petItIon un er

s:ct,on 1.1011S ';>.emg cha~ged fo~. Section 1.129(b)(1) is being changed § 1.137(a) not filed within six (6)
c1antyto refer to a nonprovlslO~al to identify the date whi,ch is two months months of the date of the abandonment
application.': .', ". '" ',' ". prior to the .ffeetiv.'-date·of 35 U.S.C. of the applicati~n. ThelanguagO'''filed

'154(a)(2) as April 8. 1995. Section' . before June 8. 1995" and "filed OR or
1.129(b)(1) is also being changed to. .- after June 8. 1995" as used in the
clarify in subsection (ij) that the amended rule, refer to thlfacttial United
examiner has not made a requirement Slates ~ling date. without reference to
for restriction in the presentor p''::,ent any claim for benefit under 35 U.S.c.
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Section LiOl(b} is bl!ing changed to

prOVide that the krm of a patent enlitled
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120.121, or 365. No change to § 1.137 jo an extension under § 1.701 shall be Office under 35 U.S.c. 111. or which
was proposed in the Notice of Proposed extended for the sum of the periods of entered the nationalstage from an

· Rulemaking. However. in all .'f, . delay calculated under paragraphs, internatlonal application after '.'
applications filed on or after June,B,.. (c)(l), (c)(2), (c)(3) and (d) of § 1.701 and compliance with 35 U.S.C. 371.A new
1995, except design applications, any- the extension will. run from the paragraph (a){2) is being added to define
~elay in filing a petition under, ! .i.: ~.: expiration date of the patent..The . the term "provisional applicatlon" es a
§ 1.137(a) will automatically result in . reference to a terminal disclaimer is U.S. national application filed undei 35
the loss of patent term. The loss of " being deleted to be consistent with U.s.c. 111(b). Also. a ne\~ paragraph
patent term will be the incentive for §l.701(a)(3) and to avoid any confusion. (a){3) is being added to define the term
applicants to promptly file any petition Section 1.701(c)(I)0) is being changed "nonprovisional application" as a U.S.
to revive. Therefore, no need is seen for .for clarity by deleting the phrase ;·if.... 'national application for patent 'which
requiring a terminal disclaimer in such any'l.after the first occurrence of -.'; ~;.:" was either filed in the Office under 35
appllcations. It would amount to a. :,; "interference'vand by inserting the same U.S.C.l11(a},.or which entered the ;

· 'penalty if a t~rminal disclaimer,was phrase after the phrase ..the J;1umber: of .national stage from an Internatlcrial .
· required. ..', , ';:. .'., "';; '.' -days)' . .' '.' . . '; .. ~ . application after compliance with 3§

-Section 1,136 Isbeing amended by. . Section 1.701(c)(1)0i) is belng : ," . U.S.C.371. ',.' " . ' ".:.'
revising paragraph (d) to eliminate. in changed to clarify that the period Sections 1.12 and t.i-i are being .
all applications filed onor after June .8. "referred to ends on the ';'date cf the. amended to.replace the references to
1995;'except design applications. the termination of the suspension" rather § 1.17(i)(1) with references to § 1.17(i).
requirement that a terminal disclaimer than on the date of the next PTO Sections l:l~(a)-:-(e) and (g) are being
accompany any petition under communication reopening prosecution. -amended to clarify that those sections
§ 1.316(b) not filed within six (6)." .Section L701(d)(I) is being amended do not apply to provisional ,':.' ..
months of the date of the abandonment to clarify that the·"time" referred to is . applications. A complete provisional.
of the application. Acceptance of a late tlme Yduring the period of appellate ,'. application does not require Claim·s.·
payment of an issue fee in ad~sign review···.···,. ..'. .' .,:'. ,.-: .; However, provisional applicationsmay
application is specifically provided for Section 1.701(d)(2) is being amended be filed with one or moreclaimsaspart
in § 1.155. 'Therefore ..§ 1~316 does not . to clarify that the Commlssloner..under of the eppllcatlon.Nevertbeless. no .
apply to design applications. The" the broad discretion granted by 35 .. 'additional claim fee or multiple .'
language "filed before June 8;1995" as U.S.C 154(b)(3)(Cl. has decidedto limit dependent clelmfeewill be required in
.u~d in the amended rule.refees to the consideration of applicant's due, '. . a provisional application. Section -..:,
'actual United States filing 'date, without diligence only to acts occurring during 1.16(0·is being amended to insert the
.refe~~Ce toany claim for benefit under the period of appellate review. The. words "basic fee", Section ~.~l~(e) refers
35 U.SrC, 120. 121/or·365. No'change supplementary information published to "the basic filing fee". CurrentOffice
~o'§ t~3~.~ was~proposed inthe Notice of in the Notice of Proposed Rulemaking !.. , practice allows a design appllcatioa to
Proposed Rulemaklng, However.fn all . 'Contained examples of what might be ; :.~ be filed withoutthe design fi.lingfee or
applications' filed on or after [urie 8. . considered a lack of due diligence for the oath/declaration as set forth. in
1995. except design applications, any purposes of § 1.701(d)(2) as proposed. § 1.53(d)(1). The change to § 1.16(0 is
delay in filing a petition under .: . Specifically, the supplementary " merely for clariflcatton.Tn addition.
§ 1.316(b) will automatically result in . information identified requests for § 1.16(a) is being amended to replace the
the loss' of patent term.. The loss .6f:,:'-' extensions of time to respond to Office word "cases".with the word .: ~ :::
patent terra Will be' the incentive for: communications, submission of a "applications", sincethe'word:;"
applicantsto promptly m.e any petition response which is not 'fully responsive "applications" is used elsewhere ~n. the
under § 1.316(b). Therefore. no need is to an Office communication. and filing ., rule. . '... , ;
seen for requiring a termlnal disclaimer .; of informal applications as examples, In, Section 1.16 is also being :unended to

'in such applications. It would amount .view of the comments received and the add a new paragraph [k] ~~!ch hsts the
"to' apenalty ifalenninal,~i~c)airne.~ was .. language adopted in the final rules.' ' "basi~ fili.ng feefora provislonal." ..
. reqiJi~d.· ':.' ',< ': : -' ." , ': " .:"~ those examples are withdrawn. Acts application as $7~.09 for a small entity

Section 1.317 IS being amended by which the Commissioner considers to v {see §§ 1.9(cHOl or 5150.00 for other
'removing and reserving paragraph (d) to constitute primafacie evidence of lack thana smallentity as c?ntained i~ .
elim~nate the n;quirementthat a. 'of due diligence under § 1.701(d)(2) are ,'PublicLa,:" .103-465. ~ln7e ili.efih~g fee
terminal disclaimer accompany ~ny suspensions at 'applicant's request under for a provisional application IS

p~til!on ~mder § t:317(b) not filed § Ll03(a) during the period of appellate established by Public La,,: 193-465 as a
WIthin SlX (6) months of the date of ". review and abandoninents during the -: 35 U:S.c. 41(a) f,:". t!'e fih.ng fee fo: a
lapse of t.hepa~ent. NQchan,ge to § 1.317 period of appellate review.··.· . " provisional application WIll b<:subJect
was proposed In the Notice of Proposed . .' '''0-:-'' ' , .. ",.' to the fifty (50)pe.n;ent.reduction ..
Rulemaking.Howsver, the aelayin '.' DlscusslOnof,Speclfic. Rules .,..: provided for in ,3~ U,~.C 41(h). , .
filing'a petiti.o.n·under § 1.317(b) does . 'I'itle'Szof the Code of Federal . Further. § 1.16 IS being a~ended to
not ~s,!lJ.in 'any gain,!f patent term.: Regulations, Parts ,1 and 3.·are being . add a !'ew paragraph (1) whlcJ.>
Therefore, no reasonis seen for le""'" amended as indicated below: ..'; .';' estabhshes the surcharge required by
requiring aterminal disclaimer in such" Section 1.1 is being amended to add new § 1.53(d)(2) for filing the be~ic
cases.. ' a paragrapb (i) to provide a special "Sox filing fee or the cover sheet required by

Section 1.701(.) is being cbanged to Provisional Patent Application" address new § 1.51(aJ(2) for a provisional
identify the implementation date as'" to assist the Mail Room in separating application at a time later than the

. June 8, 1995. and to clarify that a ." - and processing provisional applications provisional applicatil?f!..filing date as
',.'Proceeding under 35.u.S.C,,~35(a)is an' 'and m~il relat!ng thereto. ..,., 525.00 for a small enWyor 5~0.00 for
'~mterference proceedmg..~ ,' ..y, -, . $echon 1.9 IS bemg amended to other than a small entity.

. redesignate paragraph (a) asparagraph Section 1.17(hl..i>.1ieing omelloed to
(0)(1) ond to define a nntiollo! clarify Ihot the $130.00 pelilion fee for
application as a U.S. npplication for filing a petition for correction of
polent which wos eilh"r filed in the inventorship under § IA8 applies 10ail
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and is available from the PTO free of
charge to the public. However, the' rule
does not require the applicant touse the
PTO suggested cover sheet. Any paper..
containing the information required in
§ 1.51(a)(2)(i) will be acceplable. The
cover sheet is required to identify the
paper as a provisional application and
to provide the information which is
necessary for the PTO to prepare the :'
provisional applicaticn filing receipt.;
Also. the residence of each named
inventor and, if the invention disclosed
in the provisional application was made
by an agency of the U.S. Government or
under a contract withanagency of the
U.S. Government. the name of the U.S.
Governmimt agency and Government
contract number must be identified on
the cover sheet.

Section 1.51cbi is bein'gan;~nd~dtd
indicate that an information disclosure
statement is nctrequtred andmay not
be filed in a provisional application. _
Any Information disclosure statements
filed in a provisional appllcationwtll
either be returned or disposed of at the
convenience of the Office: An .
information disclosure staternent ftled

.: in a § 1.53(b)(1) application which has
been converted to a provisforial". '._: ,,:'
application will be. retained in the' .
application after the conversion, if the
information disclosure statement.was
filed before the petition'requiredby,,
§1.53(b)(Z)(ii) was filed. ',',. . .

The titla of § 1'.53 and paragraph (a)
are being' amended to refer to
sppltcatton number. rather than ",
application serialnumber..Tbe term:
"application number" is found in

. current § 1.53(a). .

Secii~n i.5;O,) is bOi~g':';designated
as § 1.53(b)(1) and is being amended to
refer to § 1.17(i) rather than § 1.17(i)(1)
to conform to the change therein. '
.' A new § 1.53(b)(Z)is being added to
set forth the requirements for obtaining
a filing date fora previsional ,.'
application. Section 1.53(b)(2) states
that a filing date .willbe accorded to.a

. provisional application ftS of the date
the specification as prescribed by 35
U,S.C.112. first paragraph•.any.. .,
necessary drawings. and the Dame of
each inventor of the subject matter
disclosed are filed in the I:r.O. The
filing date requirements for's . ~ "
provisional application setforth in new
paragraph (b)(z) parallel the existing
requirements set forth in former
paragraph (b). now redesignated
paragraph Ibllt), except that no claim is
required. In order to minimize the cost
of processing provisional applications
and to reduce the handling of .'
provisional applications. W]endments•.
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application. The second sentence states
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patent applications, except provisional provisional application must have made
applications. Peeegraph (i)(1) is being a contribution to the subject matter
radeslguated as paragraph (i) and . disclosed in the provisional application.
paragraph (i)(2) is being removed. The All that § 1.45(<:), second sentence. .
fee for a petition under § 1.102 to make requires is that if a person is named as

.an application" special has been placed an inventor in a provisional application,
; in paragraph (-i). The words "of this that person 'must have made a ' .

part", in § 1.17, paragraphs (h) and li}, contribution to the subject matte,
are being deleted. since the paragraphs disclosed in the provisional application.
currently refer to sections in parts other '. Sections 1.48 (aHe) are being·'
than' Part L Section 1.17(i) is also being amended to specify that the procedures
amended to clarify that the fee set forth for correcting an error in iilventorship
in paragraph (i) for filing a petition to:' .set forth in those sections apply to
accord a filing date under § 1.53 app lies nonprovisional eppllcations, New.v.i
to all patent appllcatlons. except . paragraph (d) is being added to establish
provisional applications. .. '; ::, a procedure for adding the 'name of an

A new § 1.17(q) is being added to inventor in a provisional application,
establish a petition feeof $50.00 for where the name was originally omitted
filing a petition for correction of without deceptive intent. Paragraph (d)
inventorship under § 1.48 in a ".. does not require the verified statement
provisional applicatiori end Ior filing a of facts by the original inventor OF :,:

petition toaccorda provisional' . . inventors, the oath or' declaration by
application a fili~g' date or to convert an each actual inventor in compliance with

. application filed under § 1.53(b)(1) to a § 1.63 or the consent of any assignee as
previsional application. The petilion fee required in paragraph (a). Instead. the
set forth in § 1.17(q) is not reduced for procedure requires the filing of a
a small ie·ntilY. ': .'. .: . petition identifying the name or names

New §§1.17 (rland (s) are being of the Inventors to be added'and
added to establish the fees for entry of including a statement that the name or
a submission after final rejection under names of the inventors were omitted.

. §).lZ9(a) and for each additional through error without deceptive '.:" .. '
· invention requested to beexamined intention on the part of the actual ;-' ~ ~

under § 1.129(b). respectively. These inventor(s). The statement would be
'fees have been set at $365.~0 for a small . required to be verified if made by a .
entity and $730.00 for other than a small person not registered to practice before
entity.. '.' ;" " the PTO. The statement could be signed

· Section 1.21(1)is being amended to by a registered practitioner of record in
refer t~ § 1.53(d)(~)....~ the application or acting in a
~an 1.28(a) 15 being ame,!de:t to representative capacity under § 1.34(a).

clarify the proced~ fa: establishing The S50.00 petition fee set forth in
status as.a.small enti.ty~ a .. § 1.17(q) would also be required. Nev:
nonprovislonal apphcation claiming paragraph (e) is also being added setting

. ,benefit under 3~ U.S.C..119.(e). 1Z0; 121., forth the procedure fa, deleting the
: or 365(c) of a prior eppllcatlon, IIi such _:,. name of a person who was erroneously
cases, applicants may file a new verified . named as an inventor in a provisional
statement or rely on a verified statement application. The procedure requires an

· filed in the prior application, if status as amendment deleting the name of the
a small e,nt.ity isstill proper and desired. person who was erroneously named
If applicants intend to rely on 'a verified accompanied by: a petition including a .
statement filed in the prior application. statement offacts verified by the person
applicants must include in the whose name is being deleted
ncnprovisional application either a . establishing that the error occurred "

".refe'renee to theverified statement filed without deceptive intention; the fee set
, 'in the prior application or a copy of the forth in § 1.17(q); and the written '.

verified statement filed in the prior consent of any assignee. . .
application. Statusas a small entity may Section 1.51 is being amended to
be established in a provisional' redesignate § 1.51(a) as § 1.51(a)(l) and
application bycornplytng with existing to include a new paragraph (a)(Z)

, § 1.2;. '. .' identifying the required parts ofa
.: ' Section 1.45(c) is being amended to complete provisional application. As set
clarify that tha first sentence applies to forth in § 1.51(a)(Z). a complete .
a "nonprovisional" application. Section provisional application includes a cover
1.4.5 (c) is also being amended to add a sheet. a specification as.prescribed in 35
second sentence relating to [olnt U.S.C.11Z. first paragraph, any ...
inventors mimed iri a provisional necessary drawings and the provisional'

application filing fee; A suggested cover
sheet fonnat for a provisional _
application is included as an Appendix
A to this Notice of Final Rulemaking

4-27-95 Published by THE BUREAU OF NATIONAL AFFAIRS. INC" Washington, D,C. 20037
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other than those required to makethe
provisionalapplicationcomply with
applicable regulations, are not permitted
after the filing date of the provisional
application. . .:.:-

Section 1.53(b)(2)(i) is being added
requiring all provisional applications to
be filed with a cover sheet identifying'
the application as a provisional
application. The section also indicates
that the PTO will treat an application as
having been filed under § 1.53(b)(1).
unless the application is identified as a
provisional applicationon filing. A :" .
provisional application.w.hichis ;-". i;j

·identified as such on filing. but which
does not include aU of the information
required by § 1.51(a)(2)(i) would still be
treatedas a provisionalapplication.
However, the omitted Information and a
surcharge wouldbe required to be
submitted ata laterdateundernew
§ 1.53(d)(2),,·: •.i-: :,.

Section 1.53(b)(2)(ii) is being added to
establish a procedure forconvertingan
applicetion filed under § 1.53(b)(1)to a
provisional application. The section
requires that-a petitianrequ~sting the
conversion and a petition fee be filed in
the § 1.53(b)(1) application prior to the
earlierof the abandonment of the "
§ 1.53(b)(1) application, the payment of
the issue fee, the expiration or twelve ,
(12) months after the filing date of the
§ 1.53(b)(1) application, or the filing of

':" a request fora statutory lnventlon: '
registration under § 1.293. The grant of
any "such petition would not "entitle
epplicant to a refund of the fees
properly paid in the application filed
under § 1.53(b)(1).

Section 1.53(b)(2)(iii) is being added
to call attentionto the provisions of
Public Law 103-'465 wbich prohibit any
provisional application from claiming a
right of pi,iority under 35 U,S.C.120,.
121 or 365(c) of any other application.'
The section also calls attentionto the
provisions of Public Law 103-465
which provide that no claim for beneflt
of an earlier filing date may be made in
a design application basedon 'a-:'" I

provisional application and that no
request fora statutory invention"
registration maybe'filed in a'provlslonal
epplication. Section 1.53(b)(2)(iii)
,furth~r specifies that ,tf:~_ reqU:i~r1~n:ts",
. of §§ 1.821-1.825 are not mandatory for
provisional applications, However.
applicants are reminded thatan ..
invention being claimed in an ",
application filed under 35 U.S.C. 111(a)
or 365 which claims benefit under 35
.U.S.C-,119(e) of a p·rOvisional./;-, ­
'application 'nitisi be'diSclosea ill the..;
provisional appllcatlonIn'the'rnenner
provided by the first paragraph of 35
U.S.C. 112. Voluntary compliance with
the requirements of §§ 1.821-1.825 in

20202
the provisionalapplication is
recommended, in orderto ensure that
support for the invention claimed inthe
35 U.S.C. 111(a) application can be :
readilyascertained in the provisional ..':
application, , "'"" " "

Section 1.53{c} is being amended to
require that any request for review of a
refusal to accord an application a filing
date be made by way of a petition
accompanied by the fee set. forth in .
§ 1.17(i), if the applicationwas filed
under § 1.53(b)(1), or by the fee set forth
in § 1.17(q), if the application was filed
under § 1.53(b)(2). This reflects the
current practice set" forth in the Manual
of Patent Exarnintng Procedure (MPEP).
section 506.02 (Sixth Edition. Jan. 1995)
with regard to any request for review of
a refusal to accorda filing date foran

· application. The PTO Willcontinue its
current practiceof refundingthe"'
petitI~ri fee, if the 'refusal toaccord the
requested filing date is found to have
beenaPTO error. ' " " " ",

· Section 1.53(d) is being redesigneted
'as § 1.53(d)(1).. . .. "... ...., .:
· .SeCtion'1.53(d)(2) is being added to
provide'that a provisional application .I

maybe filed without the basic filing fee
and without the complete cover sheet,'

. required by' § 1.51(a)(2). In such a case•.
. the applicant wili be notified and given
; ~a periodortime in which to file the

"missing fee. and/or cover sheet and to
pay the surcherge set forth in § 1.16(1).

Section 1.53(e) is being redesignated
as § 1.53(e)(1) and amerided to refer to
§ f.53(b)(1). Also. a new § 1.53(e)(2) is
being added to indicate that a

· provisional application will not be
glven'a 'substantive examinationand
will be abandoned no laterthan twelve
(12) months after its filing date.
. Sections 1.55(e) and (b) are being

arnended'tc clarify that the sections
apply to nonprovisional applications
and to clarifythata nonprovisional " "
application mayclaim the benefit of one
ormore prior foreign" applications or
one or moreapplications forinventor's
certificate, Also, § 1.55(a) is being .
amended to replace the reference to 35
U.S.c. 119 with a reference to 35 U.S.C.

··119(aHd). In addition, the reference to
§ 1.17(i)(1) in § 1.55(a) is being replaced
by a reference to § 1.17(i) tobe '.'."

·consistent with the change to § 1:17.
Section 1.55(b) is also being amended to
refer to 35 U.S.C. 119(d) to conform to
the paragraph designations contained in

· Public Law 103-465. . . . .
Section 1.59 is being amended to .

clarify that the retention fee practice set
·'forthin § 1.53(d)(1) applies only to
applications filed under § 1.sa(b)(l).

Section 1.60 is being amended to .
clarify in the title of the section and in
paragraph (b)(1) that the procedure set
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forth in the section is only available for
filing a continuation or divisional "
application if the priorapplication was
a nonprovisional application and .",
complete as set forth in § 1.51(0)(1).
Paragraph (b)(4) is being amended to
delete the requirement that the
statement which must accompany the"
copy of the priorapplication include the
language that "no amendments referred
to in the oath or declaration filed to
complete the prior application
introducednew matter therein.".The
requirement is unnecessary because any
amendment filed to complete the prior
application would be considered a, part
of the originaldisclosure of the prior
eppltcation and. by definition, could not
contain new matter. Also...paragraph
(b)(4) is being amended to refer to
§ 1.17(i).

Secti~n 1.62(a) is being amended to
clarify that the procedure set forthin the
section is only available for filing a;_ :
cantinuation. continuatlon-in-part,or
divisional application of a prior.
nonprovisional application which is
complete as defined in·§ 1.51(e)(1).
Section 1.62(a) is elso being aniended to
clarify thata continuing application
mey be filed under § 1.62 after payment
of the issue fee if a' petition under
§ 1.313(b)(5) is granted in the prior .
application" and that the request f~ra
§ 1.62 application must include ..
identification of the inventors namedIn
the priorapplication.The phrasetSerlal
number. filing date" in§ 1.82(a) is being
changed to "applicationnumber,"

Section 1.62{e) is being amended to
replace the reference to§ 1.17(i)(1) with
a reference to § 1.170) to beconsistent
with the change to § 1.17. Also. the term
"application serial number" in·§ 1.62(e)
is being changed to "application'
number."

Section 1.63(a) is being amended to .
replace the reference to § 1.51(a)(2) with
a reference to § 1.51(a)(1)(ii) in order to
conform with the changes in s1.51 and
to refer to an oath or declaration filed.
as a part of a nonproyisional. .. ,", _
application. " . '" ' ..

Section 1.67(b) is being amended to
'replace the reference to § 1.53(d) with a
reference to § 1.53(d)(1) in order to'
confomi with thechanges in § 1.53; ".,
Furthermore, the references to §§ 1.53(b)
and 1.118 arebeing deleted to make
clear that the new matterexclusion
applies to all applications including
those filed under §§ 1.60 and 1.62. Also,
the section is being amended to referto
a non provisional application. . ', .'c'" "

Sections 1.78 (a)(1) and (a)(2) are·C ..

.being amended to clari.QI. that the
sections apply to nohprovisional
applications claiming the benefit of one
or morecopending nonprovisional , .

4-27-95
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applications or international
applications de"%nating the United
States of America. Section 1.78(a)(I)(lii)
is being amended to refer to
§§ 1.53(b)(I) and 1.53(d)(I). Section
1.78(a)(2) is also being amended to
eliminate the use ofserial number and
filing dale as an identifier for a prior
application. The section will require
that the prior applicalion be identified
by application number (consisting of the
series code and serial number) or :
international application number and·"
international filing date.

Sections 1.78 (a)(3) and (a)(4) are
being added to set forth the conditions
under which a 'ncriprcvislonal
application may claim the benefit of one
or more prior copencling provisional :
applications. The later filed",' ,':"
non provisional application must be an
application other than for a design
patent and rnustbe copendtngwlth each
provisional application. There must be
a'common Inventer named in.the prior
previsionalapplication and the later
filed nonprovlslcnal application. Each
prior provisional application must be
complete as sel forth in §'1.51(a)(2), or
entitled to a filing date as set forth in
§ 1.53(b)(2) and include tbe basic filing
fee. Section 1.78(a)(3) also includes the
warning that.when the last day of .
pendency of a provtslonalapphcatfori
falls on a Saturday, Sunday, or Federal
holiday withln the District of Columbia,
any nonprovisional eppltcettcrr '
claiming benefit ofthe provisional
application must be filed prior to the
Saturday, Sunday, or Federal holiday
within the Dislrict of Columbia. A,
provisional application may be. ',. '.;.
abandoned by operation of 35 U.S.C.
111(b)(5) on a Saturday, Sunday, or
Federal holiday within the District of '
Columbia, in which case. a

" ncnprovislcnal application claiming
benefit of the provisional application
under 35 U.S,C. 119(e) must be filed no
later than the preceding day which is '
not a Saturday, Sunday, or Federal
~oliday within the District of Columbia,

. '.~

, Section 1.78(a)(4) is also being added
to provide that a nonprovisional
application claiming benefit of one or
more provisional eppllcations must
contain a reference to each provisional
application, identifying it as a
provisional application and including
the provisional application number
(consisting of series code and serial
number). The section does not require
the nonprovisional application to
identify the nonprovlsicnal application
as a continuation, divisional or
con tlnuatlon-In-part. application of the
provisional application.

20203
Sections 1.83 (a) and (c) are belng

amended to clarifythat the sections
apply to nonprovisicnal applications.

Section 1.97(d) is being amended to
replace the reference to § 1.17(i)(1) with
a reference to § 1.17(i) to be consistent
with the change to § 1.17.

Section 1.101(a) is being amended to
indicate that the section applies to
nonprovisional applications.

Section 1.102(d) is being amended to
replace the reference to § 1.17(i)(2) with
a reference to § 1.17(i) to be consistent
with the change to § 1.17.: " "

Section 1.103(a) is amended to
replace the reference to § 1.17(i)(1) with
a reference to § 1.17(1) to be consistent
with the change to § 1.17. '

Section 1.129 is being addedto set
forth the procedure for implementing
certain transitional provisions contained
in Public Law 103,--465. Section 1.129(a)
provides for limitedreexamination of
applications pending for2 years or
longer as of June 8, 1995, taking into
account any reference to any earlier...
application under 35 U,S.C. 120, 121 or
365(c). An applicant will be entitled to
have a first submission entered and .
considered on the merits after final
rejection if the submission and the fee
set forth in § 1:t7(r) are filed prior to the
filing of an Appeal Brief and prior to
abandonment of the application. Section
1.129(a) also provides that the finality of
the, final rejection is automatically
withdrawn upon the tlmelyflling of the
submission and paymentof the fee set
forth in § 1.17(r). After submission and
payment of the fee set forth in § 1.17(r),
the next PTO action 'on the merits may
be made, final only under" the conditions
currently followed by th'e PTO for
making a first action in a'continuing .
application final.lf a subsequent final
rejection is made in the appllcatlcn.
applicant would be entitled to bave e
second submission entered and
considered on the merits under the
same conditions' set forth for
consideration'of the first submission.
Section 1.129(al'defines,the term"
"submission" astncludtng, butnot .
limited to. an information disclosure
'statement, ail amendment to the written

.description, claims or drawings, and a
new substantive argument or new .
evidence insupport of patentability. For

. example, the submission may include
an amendment, a new substantive.
argument and. an Information disclosure
statement. In view of the fee set forth in
§ 1.17(r), any information disclosure
statement previously refused
consideration in the application because
of applicant's failure to comply with
§ 1.97 (c) or (d) or which is filed as part
of either the firstor second submission
will be treated as though it bad been

filed within one of the time periods set
forth in § 1.97(b) and will be considered
without the petition and petition fee
required in § 1.97(d), ifit complies with
the requirements of § 1.98: In view of 35
U.S.C. 132, no amendment considered
as a result of the payment of the fee set
forth in § 1.17(r) may introduce new
matter into the disclosure ofthe
application.

Section 1.129(b)(1) is being added to
provide for examination of more than:
one independent and distinct invention
in certain-applications pending for 3
years or longer as of June 8, 1995, taking
into account any reference to any earlier
application under 35 U.S.C; 120, 121 or
365(c).Under § 1.129(b)(1), a
requirement for restriction or for the":"
Illingof divisional applicatioas would
only be made or maintained in the',
application after June 8, 1995, if: (I) The
requirement was made in the
application or in an earlier application
relied on under 35 U.S.c. 120, 121 or
365(c) prior to April 8, 1995; (2) the.
examiner has not madea. requirement.
for restriction in the present or parent.
application prior to April 8, 1995, due
to actions by the applicant; or (3) the
required fee for examination of each~ ';.
additional invention was not paid.. .
Under § 1.129(b)(2), if the application
contains claims to more than one- '. : f'

independent and distinct invention, and
no requirement for restriction or for the
filing of divisional applications can be
made or maintained, applicant will be
notified and given a time period to [i]
elect the invention or inventions to be
searched and examined. if no election
has been made prior to the notice. and
pay the fee set forth in § 1.17(s) for each

. independent and distinct invention' .
: claimed Iri the application in excess of
one which applicant elects, (Ii) in
situations where ari election was made
in response to a requirement for
restriction that cannot be maintained.
confirm the election made prior to the
notice and pay the fee set forth,in,
§ 1.17(s) for each independent and
distirict invention claimed in the
application in addition to the one .'."
invention which applicant previously
elected, or (iii) file a petition imdet "
§1.129(b)(2) traversing the requirement
without regard to whether the, ',',
requirement has beenmads final. No '
petition fee is requlred, Section .
l.129(b)(2) also provides that if the r.

petition is filed in "timely Dianner: the
original time period for electing and
paying the fee set forth in § 1.17(s] will
be deferred and any.declslon on the
petition affirming or modifying the
requirement will set a new.Iirne period
to elect the invention or inventions to be
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Section 1.7Ul[c)(l) is being added to
set forth the method for calculating the
period of delay where the delay vvas a.­
resultof an Interference proceeding
under 35 U.S.c. 135(a)-.The period of
delay with respect to each interference
in which the application was involved
is calculated under § 1.70I[c)(1)[I) to
include the numberof days in the "
period beginning on the..date the
interference was declared or redeclared
to involve the application in the ,

, interference and ending on the date that
the interferencewas terminated with

, respectto the application. An .
interference Is considered terminated as
of the date the time for-filing an appeal
under 35 V.S.C 141 or civil action
under 35 U.S.C. 146 expired. If an
appeal under 35 U.S.c. 141 Is taken to
the Court of Appeals for the Federal
Circuit, the interference terminates on"
the date of receipt of the court's ':
mandate by the PTO. If a civil action is
filed under 35 U.S.C. l46, and the ..
decision of the district court is not
appealed, the interference terminates on
the date the time for filing an appeal
from the court's decision expires. See
section 2361 of the MPEP. The period of
delay with respect to an application
suspended by the PTO due to :.,
interference proceedings under 35 "
U.S.c. 135(a) not involving the -.
application is calculated under, .
§ 1.70I[C)(1)(ii) to include the number of
days in the period beginning on the date
prosecution in the application is ..
suspended due. to interference C",," "

'proceedings not involving the, "::,:'
application and ending on the dateof
the termination of the suspension. The
period of delay under § 1.701(a)(1) is the
sum of the periods calculated under'
§§ 1.701 (c)(I)(1) and (c)(1)(il), to the
extent that the periods arenot,:: u

overla~ping. ' . ,0.' : .

Section 1.701(c)(2) is being added to
set forth the method for calculating the
period of delay where the delay was a
result of the application heing placed
under a secrecy order.. '. , ~ :

Section 1.701(c)(3) is heing added to
set forth the method for calculating the
period of delay where the delay was a
result of appellate review. The period of
delay is calculated under § 1.701(C)(3) to
include the number.c1Oays in the
period beginning on the date on which
an appeal to the Boardof Patent
Appeals and Interferences was filed

to extension under § l.iOl(il) shall be
extended for the slim of the periodsof
delay calculated under §§ 1.701 (c)(ll.
(<:)(2), IC)(3) and (d), 10 the extent that
those periods are not overlapping, up to
a maximum of five years. The section,
also provides that the extension will run
front the expiration date of the patent.
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Sections 1.177. 1.312(bl. 1.313(al. and

1.314 are being amended to replace the
references to § 1.17(i)(1) with references
to § 1.17(i) to be consistent v..Ith the
change to § 1.17.

Section 1.316{d) is being amended to
eliminate, in all applications filed all or
aftc~ June 8. 1995. except design
applications. the requirement that a
terminal disclaimeraccompany any
petition under § 1.316(b) not filed .
within six (6) months of the dote of the
abandonment of the application. :
Acceptanceof a late payment of an issue
fee in a design application is

. specifically provided Ior In § 1.155.
Therefore, § 1.31.6 does not apply to
design applications.The language "filed
beforeJune 8. 1955" as used in the
amended rule, refers to the actual
United States filing date, without"
reference to any claim for benefit under
35 U.S.C. 120, 121 or 365.

Section 1.317(d) is being removed and
reserved to eliminate the requirement
that a terminal disclaimeraccompany
any petition under § 1.317(b) not filed
within six (6) months of the date of
lapse of the patent, '......

Section 1.666 is being amended to
replace the reference to §1.17(i)(1) with
a reference to § 1.17(0 "to be consistent
with the change to § 1. i t, .: •... :
, Section1.701 is beingadded to set
forth the procedure the PTO will follow
in calculating the length.of any ,
extension of patent termto which an "
applicant is entitled under 35 U.S.C.
lS4(b) where the issuance of a patenton
an application. other' than for designs,
filed on or afterJune 8. 1995. was
delayed due to certain causes of
prosecution delay. Applicants need not
file a request for the extension of patent
term under § 1.701. The extension of
patent termis automatic byoperationof
law. (t is currently-anticipated that .
applicaniwill be advised as to the
length of any patent term extension at
the time of receivingthe Notice of
Allowance and Issue Fee Due. Review of
the length of a patent term extension
ca\culated by the PTO under § 1.701
prior to the issuance of the patent would
be by way of petition under § 1.181. If
an error is noted after the patent issues,
patentee and any third party may seek
correction of the period of patent term
granted by filing a request for Certificate
of Correction pursuant to § 1.322. The
PTO intends to identify the length of
any patent term extension calculated
under § 1.701 on the printed patent.

Section 1.701(a) is being added to
identifythosepatents whichE" entitled
to an extension of patent term under 35
U.S.C.154(b). .

Section 1.701(b) is being added to .
provide that the term of a patent entitled
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searched and examined and to pay the
fee set forth in § 1.17(s) for each
independent and distinct invention
claimed in the application in excess of
one which applicant elects. Under
§ 1.129(b)(3), each additional invention
for which the required fee set forth in
§ 1.17(s) has not heen paid will be
withdrawn from consideration under·
§ 1.142(b). An applicant who desires
examination of an invention so
withdrawn from consideration can file a
divisional application under 35 U.S.C.·
121. '., ... ..... .

Section 1.129(c) is being added to
clarify that. the provisions of §. i.izs (a)
and (b) are not applicahle toany.
application filed afterIune 8, 1995.
However-any application filed on June
8,1995, would be subject to a 20-year
patent term. . _, "... ,

Section 1.137 is heing amended by
revising paragraph (c) to eliminate, in
all applications filed on or.after June 8.
1995, except design applications, the
requirementthat aterminal disclaimer
accompanyany petition under .
§ 1.137(a) not filed within six (6), .,
months of the date of the abandonment
of the application. The language "f led
before June 8, 1995" and "filed on or
after June 8, 1995" ~s used in the ..•.
amended rule, refefto the actual United
·States filing date, without reference to
any claim for benefit under 35 U.S.C..
120,121 or 365.

. Sectioo 1.139 is being added to set
forth the procedure for revivinga

· provisional application where the delay
was unavoidable or unintentional. ..

•Section 1.139(a) addresses the revival of
. a provisional application where the
· delay was unavoidable and § 1.139(b)
addresses the revival of a provisional
application where the delay was
unintentional. Applicant may petition
to have an abandoned provisional
application revived as apendtng .: '.
provisional application fora period of
no longerthan twelve months from the
filing dale of the provisional application
where thedelay was unavoidable or
unintentional. It would be permissible
to file a petition for revival later than

· twelve months from the filing date of
the provisional application hut only to

'revive the application for the twelve­
month period following the filing of the
provisional application. Thus. even if
the petition were grantedto reestablish
the pendency up to the end of the
twelve-month period, the provisional
epplication would not be considered
pending after twelve months from its
filing date, The requirements for ',.

,S·~reviving an abandoned provisional·
application set forth in § 1.139 parallel
the existing requirements set Corthin
§ 1.137.
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under 35 U.S.C.114 and ending on the
date of a final decision in favor of the
applicant by the Board of Polen I
Appeals and Interferencesor hy a
Federal court in an appeal under 3S
U.S.c. 141 or a civil action under 35
U.S.c. 145.

Section 1.7oJ{d) is heing added to set
forth the method for calculating any
reduction in the period calculated under
§ 1.701(c)(3). As required by 35 U.S.C.
154(b)(3){B),§ 1.70l(d)(l) provides that
the period of delay calculated urider
§ 1".70 1(c)(3) shall be reduced by any
time during the period of appellate
review that occurred before three years'
from the filing date ofthe first national
application forpatentpresented for
examination. The "filing date" for the
purpose of § 1.70l(d)(I) would be the
earliest effective U.S. filing date'. but not
including the filing date of a provisional
application or the international filing
date of a PCT application. For PCT
applications entering the national stage.
the PTO will consider the "filing date"
for the purpose of § 1.70l(d)Cl) to be the.
date on which applicant has complied
with the requirements of § 1.494(b), or:
§ 1.495(b). if applicable: i

.. As contained in Public Law 103-465.
35 U.S.C. 154(bJ(3J(C) states that the
perlodcf extension" referred to in 35
U.S.C. 154(b)(2)."shall be,reduced for
the period of time during which the

." applicant for.patent did not act with due
diligence. as' determined by the..s
Commissioner." Section 1.70l(d)(2) is
being added to provide that the period
of delay calculated under § 1.701(c){3)
shall be reduced by any time during the
period of appellate review, as'; .:
determined by the Commissioner;
during which the applicant for patent
did not act with due diligence. Section

. 1.701(dJ(2) also provide that In .
determining the due diligence of an .
applicant, the Commissioner may·
examine the facts and circumstances of
the applicant's actions during the period
of appellate review to detennine
whether the applicant exhibited that
degree of timeliness as may reasonably
oe expected from, and which is . '.
ordinarily exercised by, a person during
a period of appellate review: Acts which
the Commissioner considers to
constitute primafacie evidence of lack
of due diligence under § 1.701(d){2) are
suspension at applicant's request under
§ 1.103(a) during the period of appellate
review and abandonment during the

'period of appellate review.•. '.:.

Section 3.21 is being amended to
provide that an assignment relating to a
national patent application must.
identify the national patent application
by the application number (consisting of
the series code and the serial number;

20205 _
e.g.. 07/123,456) and to eliminate the
use orseri~l nu~ber.and filing date as'
an idenlifier for national patent . ­
applications in assignment' documents.
This change Is intended to eliminate' '
any confusion as to whether an '
application identified by its serial
number and filing date in an assignment
document is an application filed under
§ 1.53(b){1). 1.60 or 1.62 or a design
application ora provisional application
since there isa different series code
assigned to each of these types of

aPS~~i~~~~2~ i~'~l:o"being'~a~ended i·o
provide that ifan assignment of a patent
application filed under § 1.53(b){1) or
§ 1.62 is executed concurrently with, or
subsequent to, the execution of the' .
patent application; but before the patent
application is filed. it must identify the
patent application by its date of'
execution, name of each inventor, 'and
title of the invention so that there can
be no mistake as to the patent .
application intended. .'.

Further. § 3.21 is being amended to .
provide that if an assignment of a
previsional applicationis executed
before the provisional application is
filed, it must identify the provisional
application by name of each inventor
and title of the invention so that there .
can be nomistakeasto the provisional
application Intended.", ," "; .

Section 3.~,1 is being amended to
replace the reference to.§ 1..17(1)(1) with
a reference to § 1~17(i) to be' consistent
with the change to § 1.17. .-

Responses to and Analysis of
Commen~s,:Forty-nine written
comment's were received inresponse to
the Notice of Proposed Rulemaking.
These comments, along with those made

. at the public bearing. have been '.
analyzed. Some suggestions made in the
comments have been adopted and
others have not been adopted.
Responses to the comments follow.

Gene~al Comments

1. Comment; One comment
questioned the useof the word',
"proposed" in the notice of proposed
rulemaking in describing the statutory
amendments contained in Public Law
103-465.

Response: The statutory changes
contained in Public Law 103-465 were
described as "proposed',' changes in the
Notice of Proposed Rulemaking because
the President had not signed the"
legislation at the time the notice was
prepared for publicatiori, In fact, tbe
legislation was signed by the President
on December B. 1994. which is the date
ofenactrnent.

2. Comment: Several comments urged
the PTO to favorably considerthe 17/20

patent term specified in H.R; 359 since;
this proposed legislatio-n would .."
overcome the existing impact ot.., -....
extended PTO prosecution 'and "'S:" .:,)
eliminate patent term extensions for
prosecution delays. Furthermore, the: v.

proposed legislation is consistent with
the Uruguay Round Agreements Act,
Public Law 103-465. , v:

.: :~.:

Response: The administration and the
PTa strongly believe that the zc-yeer..
patent term as enacted in Public Law .:
103-465 is the appropriate way to
.irnplement the zo-year patent termv
required by the GA11' Uruguay Round
Agreements Act. The PTO will take', s:,

stepsto ensure that processing and.
examination of applications are handled
expeditiously. oJ·

3. Comment: One comment-stated that
the proposed rules are premature in
view of the Rohrabacher bill. H.R. 359.

Response: The proposed rules are not
premature. Public Law 103-465 was
signed into law on December 8~ 1994,·
with an effective date of June B. 1995,
for the implementation of the zo-yeari
patent term and provisional :-: :i;:"'.

applications. The Commissioner must
promulgate regulations to implement ~i

the changes required by Public Law ..
103-465.

4. Comment: One comment stated that
there is nothing in the.TRIPs agreement
that requires the term to be measured
from filing. nor that provisional
applications be provided for. nor that
new fees of $730 as set forth in §§ 1.17
(r) and (s) be established. It is suggested
that 35 U.S.C. 154 be amended to ' .
provide that'l'every patent (other than. a
design patenI) shan be granted a term of
twenty years from the patent issue date,
subject to the payment of maintenance
fees." It was also suggested that the .. '
section regarding maintenance fees be
amended to add a new fee .payable at
16.5 years of $5000 (for large entity)1
$2500 (for small entity) for maintenance
of patent between 17 and 20 years. c.
. Response: The suggestion has not:
been adopted. The administration and
the PTO strongly believe that the 20,..
year patent term as enacted in Public
Law 103-465 is the appropriate way to
implement the 20-year patent term.;
required by the GA11' Uruguay Round
Agreements Act. The establishment of a
provisional application is not required
by GA11'. The provisional application.
has been adopted as a mechanism to .
provide easy and inexpensive entry into
the patent system. The filing of
provisional applications is optional.
Provisional applications will place
domestic applicants on an equal footing
with foreign applicants as far as the
measurement of term is commed
because the domestic priority period,
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like the foreign priority period, is not
counted in determining the endpoint of­
the patent term. As to the §§ 1.17 (r) and
(5) fees, the statute authorizes the
Commissioner to establish appropriate
fees for further limited reexamination of
applications and for examination of _
more than one independent and distinct
inventions in an application.:.· . .

5. Comment: One comment suggested
that the zu-year patent term of claims
drawn to new matter in continuation-in­
part (CIP) applications be measured
from the filing date of the CIP "
application. irrespective of anY"­
reference to a parent application under
35 U,S,c. 120. .' ",' -.

Response:The suggestion hasnot '.
been adopted. Tbe term of a patent is '.
not based on a clalm-by-clalm approach.
Under 35 U,S,C. 154(a)(2). if an'
application claims the benefit of the
filing date of an earlier filed application
under 35 u,s,c. 120.121 or 365(a), the
20-year term of tbat application will be
based upon the filing date of the earliest
U,S, application that the application .
makes reference to under 35 U.S.G. 120.
1.21 or 365(a). For a'(jp application,'
applicant should review wbether any
claim in the patent that will Issue is ..'
supported in an earlier applicatioh.1f
not. applicant should'ccnstder .. ' .:
canceling the referenceto ~~ .~arlier.
filed application.' .'" . ',.,'. ----<'. ,

6. Comment:One comment objected
to the zu-year term provisions of Public
Law 103--465 because it was believed
that payment of maintenance fees would
be required earlier under zo-year term
than under tv-year term. '

Respo~se: Tliepayment of
maintenance fees are not due earlier
under 20-yeaI'term'than under 17-year
term'; Maintenance fees continue to be
due at 3.5,' 7.5 and 11.5 years from the
issue date' of the patent.

7. Comment: Several comments
suggested that the expiration date be,
printed on the face of the patent

Response:The suggestion hes not
been adopted. The expiration date wiil
not be printed on 'the 'face 'of the patent.
The PTa wiil publish any patent term
extension that is granted as a result of
administrative delay pursuant to'§ 1.701
on the face of the patent The term of a
patent will be readily discernible from
the face ofthe patent. Furthermore; it is
.noted that the term of a patent is
dependent on the timely payment of
maintenance fees which is not printed

• oQ,the face of the patent. ':... '''''''. '.
.. ','.' , .'

'8. Comment: One comment suggested
that in order to aid the bar in 'advising
clients as towhether a 'provisional ~H
application has'had its priority claimed
in a patent, the PTO should somehow
link the 'provisional application number

4-27-95
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with the complete application number
and/or the patent number.

Response: II is contemplated by the
PTO that all provisional applications
will be given application numbers, "
starting with a series code "60"
followed by a six digit number, e.g.•
"00/t23.456," If a suhsequent 35 U.S,c.
11Hel application claims the benefit of,
the filing date of the provisional.: ' ..
application pursuant to 35 U.S,C, 1i9(e)
and the 35 U,S,c. l11(a) application i.

results in a patent. the provisional
application would be listed by its
applicaUonnumber and filing date on.
the face of the patent under the heading
"Related U,S. Applic-tion Data," Tbe
public will be able to identify 'an'
application under the above-noted
heading as a provisional application by
checking toseelf it has a series code 'of
"60 ". ,', '~. - ,.

9." Co~~eitt: Several comments
suggested that the PTa consider
modifying the rules .to permit the'fillng
of all applications by assignees, This _
would promote harmonization with '.J

other patent laws throughout the world
and would eliminate one Ofthe . .
difficulties which will occur for the
PTO in considering claims for priority
based on the filing of a provisional , .
application. ,,:", : " -.1.', __.; ' .

-Besponse: Assignee filing was.
recommended in the 1992 Advisory .
Commission Report on Patent Law
Reform. The PTa is currently
uridertaking a project to reengineer the
entire 'patent process. The. suggestion .
willbe taken under advisement in that'
project. . . .

10, Comment: Several comments
stated tha't a complete' provisional'
application should not be forwarded to
a central repository for storage:

Response: In view of the relatively
small filing fee for a provisional .
application. and the fact that the.":
provisional applicationwill not be ~ ...s.:
examined, PTa handling must be kept
to a mlnirnurnand these provisional .
applications. once complete. will be .,
sent to the Pllee Repository for storage
rather than being kept In' the . .
examination area of the PTO. -,.

11. Comment:One comment .
suggested that the 'provtslonel ..z-.
application be maintained withthe 35
U.S,c. 111(a) appllcation because the
examiner may need it to determine
wbetber the 35 U.S.c. i i ita) application
is entitled to the benefit of tho prior
provisional application and in the event
of ts-month publication. there will be.a
demand for accessibility by the public'
to the provisional and 35 U,S.c'l11(a)
applications upon publication.

Response:The suggestion has not
been adopted. Benefit of the same
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provisional application may he claimed
in a number of 35 U.S.c. t l1(e)
applications. If the PTa is 10maintain
the provisional application file with one
of several 35 U.S.c. 11t(al applications
claiming benefit of the provisional 1~

application and the 35 U.S.c. 111(a) :
application containing the provisional
application file were to go abandoned
while one of the other 35 U.S.c. l11(a) .
application issues, the public would be'
entitled to inspect the provisional
application fiie but not the abandoned
35 U,S.C.lt1(al application file "
containing the provisional application
file. This would create ac~ess problems.

',,:.;
12. Comment: One comment ~

suggested that provisional applications
be available in full to the'public if the
benefit of priority is being claimed.
";-Response: Section 1.14 relating to .
access applies to all applications
including provisional applications. If,
the benefit of a provisional application
is claimed in a later filed 35 U.S.c. "
111{a) application which resulted in a >

patent. then access to the provisional
application will be available to the ':.
public pursuant to § 1.14. The mere fact
that a provisional application is claimed
in a later fiied 35 U.S,C.l11(a). ':, ..
application does not give the public ." :'
access to the provisional application ;":.'
unless the 35 U.S.C. 111(a) application
issues as a patent. ',. .

13. Comment:Several comments .:<

requested that the PTa clarify whether
a 35 U.S.C. 111(a) application willbe
accorded an .effective date as a reference'
under 35 U,S.c. 102(e) as oflhe filing
date of the provisional application for
which benefit under 35 U.S.C.119(e) is
claimed.H so. the comment questioned
whether pending applications will be .
rejected under 35 U.S,c. 102(e) on the
basis that an invention was described in
a patent granted on a provisional .'..
application by another filed in the Ll.S.
before the invention thereof by the'
appltcant'for patent.·. .

Response:If a patent is granted o,!-a.
35 U,S,C. t1 t(a) application claiming
the benefit of the filing date of a .. ;
provisional application. the filing date
of the provisional application will be .
the 35 U.S,C, 102(e) prior art date, A
pending application will be rejected

'under 35 U,S.C. 102(e) on the basis that
an invention was described in apatent
granted on a 35 U,S.c. 111(a)
application which claimed the benefit of
the filing date of a provisional
application by another filed in the U.S.
before the invention thereof by the
applicant for patent.

14. Comment: One comment
suggested that the PTO'issue a final rule
stating that if a 35 U.s,C. l11(a)
application claims the benefit of the

'.,',"

.•-~-_...--_.
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filing dale of a provisional appllcatlon.
the "inventive ew.ity" for the purposes'
of 35 U.S.c. 102(e) will be the inventors
listed on the issued patent. and the list·
of inventors in the"provisional" .
application shall have no effect on the
identity of an.t'inventtve entity" for the.
purposes of 35 U.S.C. 102[e).·. .

Response:.The suggestion has.not , '"
been adopted.The ','inventive entity". ,".'
for the purpose of 35 U.S.C. 102(e) is
determined by the patent and not by the
inventors named in the provisional
application. As long-as the requirements
of35 U.S.C.119(el are satisfied. a patent
granted on a 35 U.S.C. 111(a) .
application which claimed the benefit of
the filing date of a provislonal.i. ;:}.; (
application has a 35 U.S.C. 102[e) prior
art effect as of the filing date of the
provisionalapplication based on the >.•~
inventive entity of the patent; IUs, clear
from 35 U.S.C. 102(e) that the inventive
entity is determined by the patent and.
arule to this effect is not n-ecessary: ~~ ~

. 15. Comment: One comment .
requested the PTO to express. its ,,~, :
position as to:whether the filing of a
provisional application with the: .:, -r..
subsequent fiiing of a 35 U.S.C. II1(a) ,
application claiming benefit of the .
provisional application under 35 U,S,C,
119(e) creates a prior art date agalnstc;
other patent applicants under 35 U.S,C.
102(g).," ..'.' ., .. j'. .

Response: As to 35 U.S.C 102(g). the,
filing of a provisional application with
the subsequent fiiing of a 35 U.S.C. '.e­
111(a) application claiming benefit of .
the provisional application under 35
U.S.C. 119(e) createsa prier art data..'.o

.under 35 U.S.C.I02(g) as of the filing
date of the provisional application.
;, 16. Comment: One comment ;. .. '
suggested that in view of the ze-yeer .
patent term measured from filing"
§ 1.103(a) should be deleted. The PTO .
sbould not have the right to suspend i .
action on any application. thereby .. c· .
reducing applicant's term of protection.

Response: Section 1.103(a} refers to,
suspension of action as a result of a',':
request by applicant. If applicant wishes
to suspend prosecution and thereby-a':
reduce his/her term of protection.v v..:
applicant should be permitted to do so.

17. Comment: One comment .' ,~, e.; ~

suggested that in order to avoid delays
resulting from consideration of petitions
to withdraw premature notices of
abandonment, examiners should be':'

-'required to contact an attorney of record
prior to abandoning the application to
find out if a response to an Office '-. :i',

communication has been filed,"

Response: The suggestion ha~;'not; . '
been adopted. However, in order to
avoid loss of patentterm, applicants are
encouraged to check on the status in .'
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cases where applicants have not
received a return postcard from the PTO
within two (2) weeks of the filing of any
response to a PTO action..

18. Comment: One comment asked
whether there is a "cut-off' date after
which patentees may lose the.
opportunity to choose. 17- vs. zo-yeer >.

patent term. -:?. -.. ". '. ,;,~,_ '

Response:The "cut-off' date is June
8. 1995. A patent that is in force on June
8.1995: or a patent that issues after June
8.1995, on an application filed before
June 8, 1995, is automatically entitled to
the longer of the 20'year patent term
measured from tile earliest U.S. effective
filing' date or 17 years (rom grant. This
is automatic by operation of law;
Patentees need not make anyelection to
be entitled to the longer term. A patenl
that issues onan'application filed on 'or
after June 8.1995 is entitled to a 20-year
patent lerm measured from the earliest
u.s. effective filirrg dal.~. .:.'." .-:

19. Comment: One comment stated ..
that there is: ·ri.q.-cle~r: gU.idan~e'.as to a
patentee's "bonus rights" that may arise
because of the difference in a17-year
term vs. a 20'year term. Will parties that
were previously in a licensing ,
arrangement beve to re~egoti,?oJ~ terms
for the balms pateniterrnt ,-,

. Response: Section 154(c) of title 35.
United Slates Code, states thatthe""
remedies of sectlonszss (injunction). "
284 (damages) and 285 (attorney fees) .s
shall not apply to acts which were .
commenced P!.for Which substantial
Investment w,as' made before June 8.
1995:arid be<:ame Infringing by reason
of the 17/20year term and that, these'
acts may,.~ contin-ued onlyupon the
peymerit ofan equttable rarnuneratlon
to the patentee thai is determined In ari
action broughtunder chapteri28 and 29
of riusas. Thera isno guidance
provided in the statute as' to the ....
meaning of "substantial investment"
and "equitable remuneration,"
Licensing arrangements are between the
part~es' to the.,.agr~e.i1~ent' and are '
deterniined by the temisof the
agreement and state law aridere outside
the jurisdiction of the PTO. "'.. "

20. Comment: One comment ".
questioned whetheran international
application designating 4J~ U,S. filed
before June 8. 1995. with entry into the
U.S. national stage.on or afte~ June B.

,1995. preserves the 17.-yearpatent term
measuredfrom grapt..,. "" .. ' .u, , ,

~,' Response; An international: ,. ' ,;.,"~

application designating the U.S. that is
filed before june s, 1995. With entry into
the U.S. national stage under 35 U.S.C:
371 on or after JU!1e. 8.1995, preserves:
the option for a 17-year patentterm " .-
measured from dale of grant.. -

21. Comment: One comment
suggested 'that 35 U.S.c. 37J(c) be
amended because a' declaration should
not be required to obtaIna filing date
and a prior art date under)5 U.S.C:."
102(e). ' ., '. / ·,.T·:'.

, , , ._.;

'1!espo~se: Th~ ~u?~est!on h~s rioi;'~'
been adopted. This. Issue was not ","
addressed in the Notice of Proposed,
Rulernaklng, However, the'siiggestion'
will be taken underadvisement as part,.
of a cqmprehensjve effort ~ing,:,·: .,..;:;
conducted by the PTO to rs-engineer the
entire patent prOcess.."' '. '. '.' " -.

22. Comment: One' comment
suggested that §§ 1.604.1.605 and 1io;.
be emended to state that provisional .
applications are not subject to '.". .-.
interference.. ' ,',.', ".' ".

Response: The suggestion has not ..
been. adopted because itJs\.i~,ecessary..
By statute. 35 U.S.C.. ~11[b)(8), ._
provisional applicatloris 'are'not subject
t035 U.S,C.135. Le.• a provisional.
applicationwill not be placed in
interference. ~ " -. -:, -;".. ::. ,;." "_

23. Comment: One cornment.: .'
suggestedthat §§ l.Ii21':'1.B25 be '. '.': .
amended so that (1) only unbranched'
sequences of ten or more amino acids
and twenty or more nucleotides 'which
are claimed haveto be Included in
Sequence Llstings, (2) previously".
published 'sequences can beemitted,
and (3)!h~~equencesof primers and
oligonucleotide probes should notbe .
included in a Sequence Listing if ".

. encompassed by another disclosed , .

h~~r;!n·se:The ~.ugge:st~on·'has·'no"t~' .
been adopted. Therewas no.change;
proposed to §§L821-'i.825 in .th·e ' '.
Notice of Proposed Rulemaking..
However, the suggestion will be taken'
under advisement as part: ofa .. ' .
comprehensive effort being conducted
by the PTO to reengineer the entire·
patent process. . , .,., :., .

24. Comment: One comment
suggested that §§5.11 to 5.15 be. .
amended to provide for the grant of a
foreign license fora provisional '
application, .' ". ..'., . ',' ,'<

Response: The suggestion has not ..
been adopted. The present languageof
§§ 5.11 to 5.15 already provides forthe
grant ofa foreign license for a .. .,
previsional application. . ."..

25. Cam11)ent: One comment.
suggested that in order to assist defense
agencies in reviewing application for
secrecy orders, PTO should (1)
automatically impose a secrecy orderon
any application filed under 351J.S.C.
111(a) if a secrecy order was previously
imposed on corresponding provisional
application. and (2) require applications
filed under 35 U.S.C. l11(a) based on a

, previous provisional applreation to

-;.!\
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indicate changes made to the
provisional application in the 35 U.S.c.
11l(a) application by means of .
underlining and bracketing.

Response: The suggestions have not
been adopted. The PTO cannot
automatlcally impose a secrecy order on
any 35 U.S.C. 111(a) applications even
ifa secrecy order was previously
imposed on a provisional application,
for which benefit under 35 U.S.c. 119(e)
is claimed. unless the agency which
imposed the secrecy order on the' ..
provisional application speciflcally :«.
requests the PTO todo 50 since the 35
U.S.c. 111(al application could disclose
subject matter which is different from '':
that which is disclosed in the
provisional application, ...: .' , "
·As to item (2), the PTO will not

require applicants to identify the
differences in subject matter disclosed
in the 35 U.S.C. l11(a) application and
the provisional appllcation.. ."-:.,

26. Comment: one comment
suggested that in order to relieve
defense agencies from possible liability
for secrecy orders imposed for more
than 5 years. the PTO should seek "«. :.
·legislatioil.'settrng patent term at 20 <.;;

years from the earliest filing date or 17·
years from the issue date, whichever is
longer. for any patent application placed
under secrecy oidef ' .' :. '..,."

Response: The' suggestion hes not ,.' ".
'been adopted. The:PTO strongly.
believes that the 20-year patent term as
enacted in Public Law 103-465 is the .
appropriate way to implement the 20­
yearpatent term required by the GAIT
Uruguay Round Agreements ACt.The
35-year limit for patent term extension
set faith in § 1.701(b) is required by ;.:<1
statute, 35 U.S.G.154(b).'·; '....'..

-., C"

Corru;,~nlsDr;..;ci~i';'spicJiCRui';"
27. Comment: Ons comment : '_

suggested that in order to eliminate the
need for the expression "other than a

"'p'iovisional application" in other parts
of the regulations, § 1.9 should be
amended to identify a 35 U.S.C. 111(a)
application by some term that can be

.used in the rules to distinguish that type
of application from a previsional .

~~~;~~~~os~>rh~ s'~~~~W~~h~~:~~e~' 'i

adopted. The ru1es are being amended
, to include a definition of the term

"nonprovisional application'tin.f 1.9(a)
to describe an application filed under 35

'U.S.c. l11(a) or 371. Further. the tenn
"nonprovisional application" is being
used in the final rules where the rule
applies only to applications filed under

'35 U.S.c. 111(a) or 371 and notto ..
provisional applications. -": ..

28. Comment: One comment
suggested' that the rules be simplified if

4-27-95
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n "natioua! app licaticn't couldbe
defined in § J.~ to exclude a provisional
JPj)\ic<ltion. '

it?spnn:-:,': The sllScit~stlon has not
been adopted. Section l.f,taJ, prior to
this rub-ruakiug.tdefined :) national
npplicatlonto include ollv'applicaticin;
filed under 35' V.S.c. 111:A provlstonal
npplicctiun is an application tiled under
35 V:S.c. 111. It is appropriate..to define
a provisional application 'as 'aspecial
type of national application.
, 29. ComI1le'nt: One comment .
requested an ex-planation of the showing
required in apetition under §§ 1.12 and
1.14 for access to pending applications
and to assignment records for pending
applications. ,,' ,

Response: There was nosubstantive
change proposed to either § 1.12 or 1.14
in the Notice of Proposed Rulemaking.
Thus, the showing required in a petiuon
under § 1.12 or 1.14: remains thesame'
after this final rulemaklng asbefore. A
discussion of such a petition can be
found in section 103 of the MPEP.

30. Comment: Several comments' '
objectedto the definition in § 1.45(c) of
joint inventors in provlslcnal .: ;:~,:;.' .
applications as being those having made
a contribution to "the subject metier' ,
disclosed" in the provisional:-· ,'- . '.
applica'tiori',''vanous language;'sllch a~.
"~e subject matter whlch constitutes .~

the invention," "subject matter' >'~ ..
disclosed and regarded to be the
invention," "disclosed invention,' "the
inventive subject matter disclosed" was
suggested, Another comment requested
guidance as to the deteniIinati.o~of' :
Inventorshlp in a provisional r_~,,'" .

aPh;~~~nos~': The-'~Uggesti~n ~a~:'~ot
been adopted. The term "invention" is
typically used to refer to subject matter
which applicant is claiming in histher
application. Since claims are not
required iri a provisional application, it
would not be appropriate to.reference
joint inventors as those' who have made
a contribution to the "invention"
disclosed In the provisional application.
If the "invention" has not been ,.
determined in the provisional
application because no claims have
been presented, then the namels] of
thoSep~.[So,n(s)wq~havemade ~: .
contribution to the subject matter ..~·~~"·-'
disclosed in the provisional application
should be submitted. Section 1.45(c)
states, that "If multiple inventors are
named in a'provislonal application, .
each named inventor must have made '8

contrfbution.Tndividually or jointly, to
the subject matter disclosed in the ' .
provisional app Iicatlon." All that .
§ lA5(c) requires Is that if sorneone is
named as'an inventor, that--pers,?n must
have ma~e ac(;mlri.~u~on to the, 5~bject
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matter disclosed in the provisional
application. When opplicant has
determined what the invention b. bv the
filing of tht35 U.S.c. 11](al .
application. that is the time when the
correct inventors must be named. The'
35 U.S.C.ll Ha) applicauon must have
art inventor in common with the' '" ..
pro visicnul application in order for the
35 U.S.c. 11 ](a) applicatlon to be
entitled to claim the benefit 'of the .. ,
provisional appllcation under 35 'U.S.c.
119(e)..

31. Comment: Severalccmmants".
suggested that it might be desirable to
ccrrect'Inventorshlp ina 'pro'visional~"­

application. where an individual was'
erroneously named as an inventor and '
that the procedure for doing so should
he set forth in § 1.4·8...- , .

Response; Under 35 U.S.C. 119(e),a.s
contained in Public Law 103-465. a"'·
later filed application under 35 U.s.c.
111(a) may claim priority benefitsbased
on a copen ding provisional application
so long as the applications have at least
one inventor in cornrrion. -An error in
naming a person asan inventor in a .'
,p·ro~i's.ion~.l application would not·, ,'.':
'require correction by deletirigthe ',to ~

e,r!oneollsly named inventer from the
provisional application since this would
have no effect upon the 'ability of the .:
provtsional appliceticn to serveas a:
basis for a..priority.clalrn under ~5 ,>
U.S.C: 119(e). However. in response to
the comments, § 1.48 is being amended
to include a new paragraph (e) which
sets forth the requirements for deleting
the names of the inventors Incorrectly
named as joint inventors in a' ».

provisional appltcation, namely. a,'~

petition including a verified statement
by the tnventorts) whose narnels) are
being deleted stating that the error arose
without deceptive intent, the fee Set
forth in § l.17(q) and the written> .'
consent of all assignees. .

32. Comment: One comment
suggested that in order 'to make the
procedures for provisional applications
as simple as possible, there is no need
to provide any rules to add inventcrfs]
or change inventorship in aprovisional
application since the whole concept of
inventorship is meaningless without a
'clilim; Error in"inventorsb1p Canbe',',,;-,
corrected by'ihe filing of ind 35U$.C~
II1(a) application within 12 'months
after the filing of a provisicnal _ _.
a ltcation. ','.: : .' . " '. "'t"'·

Pk~onse:The suggestion hasnet :.
been adopted. One of tho requirements
of 35 U.S.C.119(e) is that a 35 U.S.C.··.
l11(a) application must have at least
one inventor in common with a "
provisional application in orde~ for the
35 U.S.c. 11l(a) aJ>PlT"cation to be ...
entitled teiclaim the benefit of the filing

, , ;,.,'"
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datu of ttw provisU?nnl appllration. In
situations whore there is no inve-ntor ill
common between the as U.S.c. t i ua)
applic.r iou and the provlsional
npplicatio» due to error in naming the
inventors in the provisional appllcntion.
procedures must be established to
permit applicant to correct the
invcntorship in the provisional
applicatlon. ':',\':. i

33. Cominent: One comment
suggested that an individual who is the
in .....entor of subject matter disclosed in .
a provisional application, but who is not
named as an in venter in the provisional
application because that subject matter
was not intended to be claimed in a'
laterfiled 35U.S.C. 11I(a)applicatlon,
could be.added as an inventor pursuant
to § 1.48(d) in the provisional. •
application ifthe subject matterwas .
claimed in 35 U.S.C. l11(a) application.

Response: The individual could be
added as an inventor pursuant to
§ 1.48[cl) in the provisional application
so long as the individual was originally
omitted without deceptive intent.

34. Comment: One comment. _
questioned whether it would beproper
for a registered practitioner who did not
file the provisional appllcatlori to' sign
the statement required by § 1.4B(d) that
tbeerror occurred without deceptive
Intention on the"part of the Inventors."

Response: It would be proper for a
registered practitioner who did not file
the provisional application to sign the
statement required by § 1.48(d), if the
registered practitioner has a reasonable
basis to believe the trutJ.1"olth~r-.':, .
statement being signed. ;" . _,.

35. Comment: One comment ..
suggested that thsreshould be no ..
diligence requirement to correct

. Inventorship i~ a provisional -;'
application. ".',; :, _. .:

Response: Diligence is'not a '...
requirement to correct inventorship in a
provisional application In either
§ 1.48(d) or 1.48(e).

36. Comment. One comment
suggested that § 1.48(a) be amended by
deJeting the requirements for "e .
statement of facts verified by the . ..
original named inventor or inventors
establishing when the error without
deceptive intention was discovered and
how it occurred" and for the mitten
consent of anyasslgnee, .' - ..

Response: The suggestion has not
been adopted. There \y8S no substantive
change proposed to §1,48(a) in the . .
NoticeofProposed Rulemaking. Since
the correction of inventorship affects
ownersblp rights, the existing rules are
designed to provide assurances that all
parties including the anginal named
inventors and all assig-nees agree to the
change of inventorship. If the
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requirements for verified statements of
facts from the original named inventors
and written consent of the assignees are
to be deleted, the PTa would no longer
have the assurances that all parties agree
to the change. .

37. Comment: One comment
expressed concern that a provisional
application filed without a claim will
leave subsequent readers with little or
no due a--'s t6 what the inventors in the
provisional application considered to be
their invention at the time the
provisional application was filed and
doubted that a provisional application
filed without a claim de6ning the
invention could ever provide a
sufficient disclosure to,support aclaim
for a foreign or U.S. priority date.' ...
. Response: Claims are not required by
the statute to' provide a specification in
compliance with the requirements of 35
Ll.SiC, 112, first paragraph. However, if
an applicant desires. one or more claims
may be included in a provisional.
application. Any claim field with a
provisional application wlll.iof course,
be considered part of the original
provisional. application disclosure.

38. Comment: One comment
suggested that the PTO issue a
speciflcation format or guideline for a
provisional application fa enableen .
inventor to comply with 35 U.S.C. 112,
first paragraph.

Response: The format of a provisional
application is the same as for other
applications and is set forth in existing
§ 1.77 which is applicable to provisional
applications except no claims are'
required for provisional applications.._

39. Comment: Several comments .'
suggested that the PTa revise its rules
to clarify that strict adherence to the.
enablement, description and best mode
requirements of 35 U.S.C. 112, first'
paragraph. is not required in provisional
applications.

Response: The suggestion has not
been adopted. The substantive
requirements of a specificatlon
necessary tocomply with 35 U.S.C. 112,
first paragraph, are established by court
cases interpreting that section of the
statute, not by rule.The case law
applies to provisional applications as
well as to applications filed under 35
U.S.C. 111[a), .. .
. 40. Comment: Several comments

suggested that the rules or comments
published with the,Final Rule indicate
whether there is ari'Y requirement to . '..
update the best mode disclosed i~ the
provisional application when filing the
35 U.S.c. l11[a) application.

Response: No rule was proposed to
address the issue when going from a_
provisional application to a 35 V.S.c. .
111 tal application because no current

rule exists when going from one 3,5
U.S.C. 111(a) application to another 35
U.S.c. 111(a) application. The question
of whether the best mode has to be
updated is the same when going from
one 35 U.S.c. 111(a) application to ,
another 35 U.S.C. l11(a) application or
from a provisional application to a 35
U.S.C. 111(a) application. Accordingly,
the rationale of Transco Products. Inc. v.
Performance Contracting Inc...38 F.3{,
551,32 U.S.P.Q.2d 1077 [Fed. Cir.,··· ,
1994), would appear to be applicable.
Clearly. if the substantive content of the
application does not change when filing
the 35 U.S.C. 111[a) application, there is
no requirement to update the best mode.
However, if subject matter is added to
the 35 U.S.C. l11(a) application, there
may be a requirement to update the best
mode. -

41. Comment: One comment
suggested that § 1.51(c) be amended to
permit a provisional application' to be
filed with an authorization to charge ..
fees to a deposit account. ; ,.".:

Response: Section 1.51(c) permits an
application to be filed with an, ,. ,
authorization to charge fees to 'adeposit
account. Section 1.51[c) applies to. .
provisional applications. Therefore. no
change to § 1;51(c) is necessary..

42. Comment: One comment ".
suggested that the PTa confirm that.
there will beno procedural examination
of a provisional application other than
to determine whether the provisional
application complies with § 1.51(a)(2).

Response: The PTO intends to require
compliance with the formal > •• '

requirements of §§ 1.52(aHc) only to .
the extent necessary to permit the PTO
to properly microfilm and store the
application papers.

43. Comment; Several comments '.
suggested that an English translation 'of
a foreign language provisional .
application should not be required'
unless necessary in prosecution of the
35 U.S.C: l11(a) application to establish
benefit. If an English translation is
required, there is no useful purpose to
require the translation at any time
earlier than the filing of 35 U.S.C. 111(a)
application daiming the benefit of the .
provisional appllcation. . . ". _

Response: Provisional applications
may be filed ina language other than
English as set forth in existing § 1.52(d).
However, an English language

. translation is necessary for security
screening purposes. Therefore, the PTO
will require the English language
translation and payment of the fee

.required in § 1.52(d) in the provisional
application. Failure to timely submit the
translation in response to a Pn;>
requirement will result in the
abandonment of the provisional
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application. If a 35 U.S.C. 111(0)
application is filed without providing
the English language translation in the
provisionalapplication, the English
language translation will be required to
be supplied in every 35 U.S.C.l11(a)
application claiming priority of the non­
English language provisional
application. .:

44. Comment: One comment
suggested thatanew model oath or
declaration fonn for use in claiming 35
U.S.C. 119(e) priority and a "cover
sheet" for use infiling provisional·
applications be published asan
addendum to the final rules,

Response: The suggestion has been
adopted. See Appendix A for the sample
cover sheet for filing a provisional
application and Appendix B for the
sample declarationfor use in claiming
35 U.S.C. 119(e) priority..

45. Comment: One comment : ..
suggested that the statementin
§ 1.53(b)(2) that the provisional
application will not be given a filing
date if all the names of the actual
inventor or inventor(s)'are not supplied
be deleted and § 1.41 be amended to
makean exception for provisional

. applications. The comment suggested
that 35 U.S.C.l11(b),is satisfied as long
as the name of one "erson who made an
inventive contribution to the subject
matter of the application is given.

Response: The suggestion has not
been adopted. Section 111(b) of title 35,
United States Code, states that "a
provisional application shall be madeor
authorizedto bemade by the inventor."
This language parallels 35 U.S.C. l11(a).
The naming of inventors forobtaining a
filing date for a provisional application
is the same as for other applications. A
provisional application filed with the ,

'inventorsidentified as "Jones et al.to

will not be accorded a filing date earlier
than the date upon which the name of
each inventor is supplied unless a
petition with the fee set forth in § 1.17(i)
is filed which sets forth the reasons the
delay in supplying the names should be

. excused. Administrative oversight is an
acceptable reason. It should be noted
that for a 35 U.S.C. 111(a) application to
be entitled to claim the benefit of the
filing date of a provisional application.
the 35 U.S.C.111(a), application must
have at least one inventor in common
with the provisional application.

46. Comment: One comment .. '
suggested that a drawing should not be
required to obtain a filing date for a
provisionalapplicatlon.Whatever is .

':filed should be given a serial number'
and filing date in orderto establish
statusas a provisional application;
regardless of what is in the specification
or draWing. If the provisional .-
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application omitted drawings. has pages
missing, or is otherwise incomplete,
then applicant may not be able to rely
on the filing date of the provisional
application in a subsequently filed 35
U.S.C. 1111a) application. It should not
be the job of the Application Branch to
review compliance with § 1.81(a). :

Response: Section 111(b) of title 35,
United States Code, states that a :
provisionalapplication must includea .
specification as prescribed by 35 .U.S.C.
112. first paragraph anda drawing as.
prescribed by 35 U.S.C. 1 t3. Drawings
arerequired pursuanrto 35 U.S.C. 113,.,
if they are necessaryto understand the
subjectmatter sought to be patented.If
a provisionalapplicationas filed.. ­
omitted drawingsand/orhas pages
missing, the provisional application is
prima facie incompleteand no Illlng
date will be granted. Application
Branch currently reviewsall
applications to make sure that no filing
datewill be granted to an application..
that is prima facie incomplete. _:'
Application Branch will perform the
same type of review with provisional
applications. If a filingdate is not
granted to a provisionalapplication "
because it is prima facie incomplete•.
applicant may petition the PTOunder .:
§ 1.182 to grant a filing date to the. .t :

provisionalapplicationas of the date of
deposit of the applicationpapers if it
can be shown that the omitteditems are
not necessary for theunderstanding of
the subjectmatter.

47. Comment: Onecommentobjected
to the requirement in § 1.53(bJ(2J(i) for
a cover sheet identifying the application
as a provisional application because it is
unnecessarily rigidand contrary to
Congress' desire to keep the filiog of
provisional applicationas simple as
possible. . '

Response: The requirement thata ':
provisional application be specifically
identified on filing as a provisional
application is not seen to be .' _.
burdensomeon the appllcaat and is.
necessary for the PTO to properly .
process the papers as a provisional
application. All an applicant is required
to do in order to comply with the
requirement of § 1.53(b)(2)(i) is to
include a transmittal sheet identifying
the papers being filed as a ' . , '
PROVISIONAL application.' ,

48. Comment: Several comments
suggested that in § 1.53(b)(2)(ii), as
proposed, the phrase "the expiration of
12 months after the filing date of the
provisional eppliceuccv.should read.
"the expiration of 12.months after the
filing date of the § 1.53(b)(1) -
application". " - ,. ..

Response: The suggestion has been ,
adopted.
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49. Comment: One comment objected
to the requirement in § 1.53{b)(2)(ii) for
a petition to convert an application filed
under § 1.53(bJ(l) to a provisional
application and suggested that any'
confusion concerning applicant's
intention could behandled informally
without a petition or petition fee.

Response: The requirement (or a .
petition and fee.is intendedto ensure .
that the cost of any PTOreprocessing is
borne specifically by the applicant'
requesting the action .. :.~. .'; .

50. Comment: Several comments
suggested that the filing fee required in
an application filed under 35 U.S.C. '
l11(a) claiming benefit of the filing date
of an earlier. 35 U.S.c. l11[a) application
which has been converted to a.
provisional application under proposed
§ 1.53(b)(2)(ii) be reduced, since the .
$7301$365 filing fee was paid in the
earlierapplication. ..

Response: The suggestion has not
been adopted. The fiH.~g fee required in
an eppltcatlcn filed under' 35.U.S.C. ",
111(a) is set by statute.The statute does
not provide forthe suggested reduction
in the filing fee. .', ",/ .,' .-,>

51. Comment: Onecomment
suggested that the proposed
§ 1.53(b)(2)(iiij sho~ldap"pIy~:' .... c
retroactivelyto permit applications filed
between june,9, 19'94, and [une 8,1995,
to be converted to provisional
applications. . : .

Response: The suggestion has not :
been adopted. The .stenite does' not"
perrritt a provisional application tohave
a filing date prior to IuneB, 1995.,

52. Comment: One comment ­
suggested that § 1:53(b)(2)(ii) be revised
to state that the petitionrequesting "
conversion' must also he filed before (1)
the application becomes Involved in
interference, or (2) notice by the PrO of
intent to publish the application as a
statutoryinvention 'registration. This.
suggestion conforms with 35 U:S.C.·'
l1(b){B)." ," ,
. Response: The suggestion'has not·
been fully adopted. It is not necessary
to include interference in § 1.53(b)(2)(iiJ
because if a 35 U.S.C.111(a) application
becomes involved in ail interference
proceeding arid applicant files a petition
requesting conversion of that' 35 U.S.C.
11.1(arapp1icat~Gn lo·a.'provisio-nal ,"
application, the 35 U.S.C. 111(a) will be
removed from the interference .
proceeding upon granting the petition to
convert. When a subsequent 35U.S.C.
l11(a) application is filed based on the
provisional epphcetion. t~~ s_u~ue~t
35 U.S.c. 111(a) application could be
placed in the interfe~e proceeding if
necessary. As to the-eeference to.

. statutory invention regtstratlon, ..
§ 1.53(b)(2)(ii) is being amended to"
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in a manner provided by 35 U..S.C. 112,
first paragraph. Applicants arc .. .
encouraged to follow the sequence rules
to ensure that support for the Invention
claimed in the 35 U.S.C.I'I1(a)
application can be readily ascertained in
the provisional application.
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year of tM earlier priority date asserted
be decnied constructively converted to a
provisional application.' ,.;:': ,~. .

Re....ponse: The suggestion has not
been adopted. Conversion of a 35 U.S.C.
111(a) application to a provisional will
be permitted only by way of a petition
and under the conditions set forth in 57. Comment: One comment
§ 1.53(b)(2)(ii). One reason for this is suggested that Ihe language in,
that the PTa plans to provide sufficient § 1.53(e)(2) that a provisional
information on the printed patent to application will becomeabandoned no
determine the end date of the zn-year later than twelve months after its filing
patent term by identifying provlsional date was misleading and that the words
applications using a unique series code. "no later than" should bedeleted
i.e., "60". Thus. a 35 U.S.C. l1l{a) because it was believed that a
application converted to a provisional provisional application could not be
application will need to be reprocessed abandoned prior to twelve months after
by the PTa with a new application its filing date. " : : ' ,
number. The petition fee is intended to Response: The statute does not state
reimburse the PTa for the extra that a provisional applicaticnjian never
processing necessitated by the beabandoned prior to twelve months .
conversion. ' . after its filing date. In fact. a provisional

55. Comment: One comment stated application may be abandoned as a'... ~

that § 1.53(b)(2)(ii) permits the result of applicant's failure to timely, .
conversion of a35 U.S.C. 111(a) respond to a PTO requirement. For..
application to a provisional application. example, if a provisional application
However. it is silent as towhether such which has been accorded a filing date
a conversion would kill any benefit the does not include the appropriate filing
35 U.S.c. 111(a) application had of fee or the cover sheet required by :,
domestic and/or foreign priority.. § 1.51(a)(2), applicant will be so notified

Response: Section 111{b)(7) of title 35. if a correspondence address has been
United States Code, specifically states provided and given a period oftime
that a provisional application shall not within which to file the fee, cover sheet
be entitled to the right of priority of any and to pay the surcharge as set forth.in
other application under 35 U.S.C.119 or § 1.16(1).Failure t9 timely respond will
365{a) or to the benefit of an earlier', result in the abandonment of the .-
filing date in the United States under 35 application. This may occur prior to.
U.S.C. 120,121, or 365(c), Ifa 35 U.S.c. twelve months after its filing date." .. ,
111(a) application is converted to a .. Furthermore, a provisional application

. provisional application, the granting of . may also be expressly abandoned prior
the conversion will automatically. - to twelve months from its filing date:
eliminate any claim of priority which 58. Comment: One comment objected
could ha .....e been made in the 35 U.S.C. to the deletion of the "retention fee"
111(a) application. , ' practice in § 1.53(d) since it permits an

56. Comment: Several comments' _ applicant in a first application claiming
suggested that it w.as inconsistent with benefits under 35 U.S.C. 119 (aHd) or
the purpose of the provisional 120 to correct inventorship by filing a
application to require any compliance second application without having to
with the Sequence Disclosure Rules pay the full filing fee Inehe first, '
§§ 1.821-1.823 and 1.825, since the application. ,'" '
provisional applications are not Response: Since the com.ment
examined and there is no comparison of indicated that there is a benefit to retain
the sequences with the. prior art. the retention fee practice. the proposal

Response: The Office agrees with the to eliminate the practice is withdrawn.
comments that a provisional application 59. Comment: One comment stated
need not comply with the requirements that the language of §§ 1.53 (d)(l) and,
of §§ 1.821 through 1.825. Section (d)(2) indicates an intent by the PTa to
1.53(b)(2)(iii) is being amended to mail the "Notice Of Missing Parts" to
indicate that the requirements of applicant's post office address and:.'
§§ 1.821 through 1.825 regarding argues that the "Notice" should be
sequence listings are not mandatory for mailed to the registered practitioner
a provisional application. However" who filed the application on behalf of
applicants are cautioned that in order theapplicant. " , .. r .. " •

for a 35 U.S.C. 111(a) application to Response: The language in §§ 1.53
obtain the benefit of the filing date of an (d)(l) and (d)(2) states that the applicant
earlier filed previsional application. the will benotified of the missing part. if a
claimed subject matter of the 35 U.S.C. correspondence address is provided.
111(a) application must have been _ This means that the "Notice'~

disclosed. in the provisional application applicant will be mailed to the

(Vol. 49)

54. Comment: One ccmrrient
suggested that the PTO consi der a rule
mandating that any prior U.S. '
application that would have been .;
eligible for conversion to a provisional
application that is abandoned in favor of
a continuing application within one.

require the pelition nnd the fee be filed
prior to the earll.e.r of the abandonment
of the 35 U,S,c. 111(a) application, the
payment of the issue fee. the expiration
of 12 months after the filing dale of the
35 U,S,c. 111(a) application, or the
filing of a request for a statutory
invention registration under § 1.293.

53. Comment: One comment
suggested that the procedures for
converting a 35 US,C.lI1(a} ,
application to a pruvjsional application
be explained in greater detail in
§ 1.53(b)(2)(ii) or iri the discussion, If a
35 U.S.c. 1il(a) application' is '
converted to a 'provisionalapplicatton
on the last day of the rz-month period,
and a second 35 U.S.C. 111(a)
application is concurrently filed, how
should this bedone and how should the
first sentence in the second 35 U.S.C
111(a) application be worded.
Furthermore, if a 35 U.S.C. 111(a)
application is converted to a provisional
application on the last day of the 12·
month period. will it be necessary to file
a second 35 U.S.C. t t tfal application on
the same day, or else lose the priority:
claim.

Response: The suggestion has not
been adopted. The language in
§ 1.53(b)(2)(ii) is clear relatlngto the
requirements for converting a 35 U.S.C.
111(a) application to a provisional
application. Ifapplicant wishes to
convert a 35 U.S.C: 111(a) application to
a provisional application, applicant '.
must file a petition requesting the
conversion 'along with the petition fee
'set forth in § 1.l7(q). Thepetilion and'
the fee-must be filed prior to the earlier
of the abandonment of the 35 U.S.C.
111(a) application, the payment of the,
issue fee. the expiration of 12 months'
after the filing date of the 35 U.S.C.
111(a) application, or the filing of a
request for a statutory invention .:
registration under § 1.293. In the ­
example noted in the comment. if a 35
U.S.C. 111(a) application is convertedto
a provisional application on the last day
of the 12-month period. asecond 35 .
U.S.C.lll(a) application must be filed
on that same day. otherwise. applicant
will lose the priority pursuant to 35
U.S.C. 119(e}. An example of how the
first sentence of the' second 35 U.S.C.
I1I(a) application would read is, "This
application claims the benefit of U.S, '
Provisional Application No. 60/--,
filed --, which was converted from
Application No.--."
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correspondence address provided in the
applicntion papers. Under current PTO
practice, if no specific correspondence
address is identified in the application,
the address of the registered practitioner
who filed the application on.behalf of
the applicant is used as the .
correspondence address. If no specl fic
correspondence address orregistered
practttioner is identified in the
application, the post office address of
the first named inventor is used as the
correspondence address. No change in
current PTO practice in this regard is
required as a result of § 1.53(dJ(2) nor is
any change planned. . - ".
. 60, Comment: Several comments
objected to the proposed deletion of .:
§ 1.60. One comment suggested that the
deletion of § 1.60 was a major rule
change and should have been proposed
separate from the proposed rules
dealing with the changes in practice
required by Public Law 103--465. .

Response: In view of the comments
received, the proposal to delete § 1.60 is
withdrawn. However, the proposal will
be considered as part of a .
comprehensive effort being conducted
by the PTO to reengineer the entire
patent process. -." ..

61. Comment: One comment
suggestedthat in vie'w of the deletion of
§ 1.60. language should be incorporated
in S1.53(a)(1) to state that a copy of the
prior application along with a copy of
the declaration may be filed to obtain a
filing date. Furthermore. full details and
guidelines of the procedure should

_accompany the rule.' .. _..
·Response: The suggestion has not

been adopted. The proposal to delete
§ 1.60 is withdrawn in view of several
comments received objecting to 'the
deletion.

·62:Comment: One comment
suggested that the removal of the stale
oath practice be codified.'

·Response: The suggestion has not
been adopted. Neither the statute nor
therules require-a recent date of
execution to appear on the oath or
declaration: The PTO practice of
objecting to an oath or declaration
where the time elapsed between the
dote of execution and the filing date of
the application is more than tbree
months is found in sectlcnsoz.ns of the
MPEP. Therefore.fhe removal of the
staleoath practice will baacccrriplished
by amendlrrg the MPEP. ,. . .' "

63. Comment: One comment
questioned whether e copy of an
application faxed to an attorney could

'·be 'filed in the PTO as the application'

p~p~~on·se::~~s.~h-ile~ ~at~nt''"· .
application may not he faxed directly to
the PTO. an application faxed to an ..

4-27-95
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attorney may be forwarded to the PTO
by mail or courier as the application
papers provided the papers meet the
formal requirements of § 1.52. Effective
November 22, 1993, § 1.4 was amended
to include a new paragraph (dl to
specify that most correspondence filed
in the PTO, which requires a person's
signature, may be an original. a copy of
an original or a copy of a copy. Only
correspondence identified in §§ 1.4(e)
and (0 require the 'original to be filed in
the PTO. Thus. an oath or declaration
required by § 1.63.1.153.1.162 or 1.175
may bean original. a copy _of an original
or a copy of a copy. See 1156 Off. Gaz.
Pat. Office 61 (November 16, 1993)..

64. Comment: One comment
suggested th'at applicant be permitted to
use § 1.62 procedure to file the 35 U.S.C.
111(a) application. which claims the
benefit of a provisional application, at
least in those situations where the 35
U.S.C. 111(a) application hasbeen
converted to a provisional appllcaticn
which is followed by the filing of a
second 35 U.S.C. l11(a) application.'

Response:The suggestion has not
been adopted. Section 1.62 Will rrot be
amended to permit the filing of a '35
p.S.C. 111(a) appllcatlonbased on a
provisional application becausethe PTO
sees this situation as .a trap for "_;. ._.
applicants. The filing' procedures would
be made more complicated if an
exception is provided to address .
situations where a 35 U.S.c. 111(a) .
application is converted to a 'provisional
application and a second 35 U.S.c.
111(a) application is later filed."
However, the suggestion will be taken
under advisement when greater .". .
familiarity Withprovisional applications
is developed. . . ':; .....,. '. .,

65. Comment: One comment. _,..
suggested that'S 1.62 procedure be
replaced with a simple petition'
procedure to reopen prosecution.

Response:The suggestion is not being
adopted, However, the suggestion will
be taken 'under advisement as part cf a
comprehensive effort being' conducted
by the PTO to reengineerthe entire
patent proce$s.· , ....

66. Comment:One comment' : .
suggested that the language in § 1.62(a)
that requires an'identification of the '
"applicant's name of the- prlorcomplete
application" is confusing and should be
clarified.' , .. '.' ',: :,," .

Response:The suggestion has been
adopted. Section 1.62 is being amended
to require the identification of the
"applicants named inthe prior ~·;x' .. :­

completeilpplieation;";" ""''-J ..~':
67. Comment: One comment .

suggested that § 1.62 be amended to
state that the refiling procedures set
forth in § 1.62 may be used aller the

BNA's Patent,Trademark & Copyright Journal

issue fee is paid when a petition under
§ 1.313(b)(5) is granted, This practice is
permitted pursuant to the notice
published in 1138 Off. Caz. PaL Office
40 [May 19, 1992). -.

Response: Tho suggestion has been
adopted.

68, Comment: One comment
suggested that § 1.62 be amended to
clarify whether applicant needs to re­
list. in the § 1.62 application. all the
references cited by the examiner and
applicant in the parent application in
order to get those references printed on
the eventual patent. '

Response:-The suggestion has not'
been adopted. Section 609 of the MPEP
(Sixth Edition. Jan. 1995) has been
amended to clarify that tn a § 1.62
application, references submitted and
cited in the parent application need not
be resubmitted. These references will be
printed on the patent. However, in any
continuing application filed under
§ L53(b)(l)or 1.60. a list of the
references must beresubmitted if
applicant wishes to have the references
printed in the eventual patent. .

69, Comment: One comment
.suggested that § 1.67 sbould go Into . .
more detail on when supplemental-.
oaths are required in § 1.53 filings of .:
continuation and divisional '""'!.

applications. ..'_ -. ' .. :'.
Response: The suggestion has been

adopted because it is seen to be
unnecessary and no substantive change
was proposed to § 1.67 in the Notice of
Proposed Rulemaking. '. .. .

70. Comment: One comment' ~­

suggested that "not but" in § 1.67(b)
should read "but not", ., .''-

Response: The suggestion lias been
adopted. '.'.' . ._

71. Comment: Several comments
. suggestedthat,a rule. be provided to .

state that an application for patent is .
permitted to claim the benefit of the
filing date of mare than one prior
provisional application so long 8S the
applicantcomplies with all statutory
provisions. . .. "., ..
.' ,Response: The suggestion has been
adopted. Section 1.78(a)(3) is being .:
amended to indicate that applicants are
permitted to separately claim the benefit
of the filing date of more than one prior

.provisional application in a laterfiled
·35 U.S.C. i nta) application provided
all statutory requirements of 35 U.S.c.
119(e) are complied with. It is noted.'
that current practice permits an
application to claim the benefits of the'

.filing date of more than one prior "
'foreign application under 35 U.S.C.· ,,,'
119(aHd) and of mol'llJhan one prior
copending U.S. appHcatioD under 35
U.s.c. 120. without an explicit '

. statement to that effect in the rules.
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Since the final rulesare being amended
to specifically ~it applications flled
under 35 U.S.C. 111(a) to claim the
benefits of the filing dateof more than
one prior copendingprovlslcnal
application. corresponding changes are
also being made to §§ 1.55 and 1.78(a)(l)
relating toclaims Ior'the benefits·
available under 35 U.S.C. 1I9(aHd) and
120 to be consistent with § 1.78(a)(3) .:

72. Comment: Several "comments
requested lhalthe PTa specify language
to use in the first sentence of an
application when priority is based on
more than one provisional application.

Response: Section 1.78(a)(4) requires
that "any application claiming the
benefit of a prior filed copending
provisional application must contain or
be amended to contain in the first-: ,
sentence of the specification following
the title a reference to such prior- ~ ~.! .

provisional application, identifying it as
a provisional application; and including
the provisional application number."
Where a 35 U.S.C. 111(a) application.
claims the benefit of more than one
provisional application. a suitable
reference would read. "This application
claims the benefit of U.S. Provisional
Application No. 60/--, filed -- and
U.S. Provisional Application No. 60/
--, filed --." In addition, for an
application which is claiming the
benefit under 35 U.S.C. 126 of a prior
application. which in turn claims the
benefit of a provisional applicaticn
under 35 U.S.C. 119(a), a suitable.
reference would read, "This application
is a continuation of U.S. application No.
08/--, filed --, now abandoned,
which claims the benefit of U.S.
Provisional Application No. 60/--,
filed -." . ,,';. .'

73. Comment: One ccmment.'.
suggested that the rules address the
effect 'on patent term where an applicant
Ina continuing application deletes the
reference to the prior filed application
before the patent issues.

~esp~nse: a~ appii~ant has·full. "
control over claims to the benefit of an
earlier filing date underas U.S.C. 120,
IiI or 365(c). The zn-year patenI term
wili be based upon the filing dale of the
earliest U.S. application that the·:'
applicant makes reference to under 35
U.S.C. 120, 121 and 365(c). Whether an
applicant is entitled to tha benefit of the
filing date of an earlier application is
something that an applicant should
examine before the patent is issued. The
PTO is not, unless it comes up as an,
issue in the examination process, going
to determine whether any of the claims
ara entitled to tha earlier filing date.
Applicant however, should determina
whether the claims are entitled to or
require the benefit of the earlier fiHrlg
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dale. If nel. the applicant shuuld..
consider canceling the referenceto the
earlier mud application 10avoid having
the :W·yeJ.rpatent term measured from
that earlier filing dare. An amendment
eddlnj ordeleting a reference to an- ~ ~ .
earlier filed eppllcation presented prior
to a flnnl action will be entered ...
however. the claims may be subject to .
possible intervening prior artcl;j·;;~:·. ',:;

74. Comment: One 'comment ststedc:
that in view of the fact that a provisional
application is not entitled to claim the
benefit of a prior filed copending ··c.····,
national or international application as'
stated in § 1.53(bJ(2)(iii); the phrase' ._.
"other thana provisional apptlcation'":
in § l.i8(a)(2) is unriecessary.>" .".

Response: Section 1.78(a)(2) is being
amended to state that "ani' ,
nonprovisional applicatiori claimlng the
benefit of a prior ccpendlng " .., . ..
noriprovisional or international II:

application .must contain. * * "."
Section l.i8[,)12) addresses a 35 U.S.C.
111(') application which' claims the .
benefit of a prior copending 35 U:S.c.
1l1{a) application or internlit~ori.al.'

application. "." " ,:_. ,.:.:': '.....
75. Comment: Several commEmts·· .'

objectedto the content requirements for
drawings filed in a provisional·,. -,
application as originally set forth In
proposed § 1.83(a)(2). Ori~. comment':
suggested that no rule \oY~~ necessaryto
Set forth the required content of -.-:_- ­
drawings ina provisional eppllcetioa:
..Response:In view of the co'mme~'ts' ,

received. the proposed amendment to ';
§ 1.83 is withdrawn. Under 35 U.S.C-.·.".
113. first sentence.uppllcant must ~ ­
furnish drawings in a provisional '-.
application "where necessary for the
understanding of the: subj~~; metter.;
sougbt to be patented."Thjs.·'.:::... .: "
requirement is also stated in existing. :
§ 1.81(a). Therefore, no further. .'
elaboration on the content 'of the.
drawings in a prcvisional'appbcation ,is
believed necessary in.the)'ul.es.· ~,"' . i ·:i'·~
; 76. Comm·ent: One comment..· .", .. ' ~

suggested that iIie iu\esspeciiy'lhal': .
formal drawlngsere riot 'required .in,a .
provisional application.' -, .' " ~,",~.~

'. Response: The suggestion. has not.
been adopted. However. the PTO
intends to examine provisional
applicationsfur requirements ofJoIm.
only to the extent that is necessary to
permit normal storage and microfilming
of the application papers. Formal .
drawings are usually not required..for
those purposes. .,.' ".;'

77. Comment: Several comments
suggested thai § 1.97(d) be amendad to
require the PTa to consider any I:'..

information disclosure statement
submitted after a final rejection or

notice of allowanco if an appropriate fee
i::;paid"~:·.:: ,.--.,.", : -'. ~ .,. ,.'

. HIJSpOflS:': The suggestion hJS not.. ', _
been ado pied because no substantive !:'~.
change to this rule was proposed in the
Notice of Proposed Rulernaking...The
existing rules.are designed.to encourage
prompt submission of information' to the
PTa. To permit applicant to merely pay
a fee to have any information disclosure
statement submitted, after a flna]. .;,f. .

rejection or Notice of Allowance would
be contrary to the effort to encourage
prompt submissions.

is. Com~ent: One comment
suggested that § 1.97 be changedsothat
an office action which uses a newly,
cited reference as a ground for rejection
under 35 U.S.C. 102 or 103 cannot be .
made final. . .....,~ ..',. "'. , '....

Response: The suggestion has not
been adopted because no substantive'
change to.this rule was proposed in the
Notice of Proposed Rulemaklng. ..

79; Comment: One comment
suggested-that the wordsvwhlch are not
examined" in § 1.101 as proposed are
unnecessary and couldcreate anegati~e
implication that some provisional ~;. .
applications are examined. .-.. ~,.' .':'._, -. -.

Response: The suggestion hasriot
·been adopted. By statute. provisional -.
applications are not subject to 3.5 U.S.C:.
131,Le.• the Commissioner i~ not ~.<.",-:';
permitted to examlpe a pro,,::~sioft~a~.; ...
applicationfor patentability~._/~' .

80. Comment: Several comments
·stated thatit is unfair to require 'small
enttnesto 'p,y"the'full $730.00 feeset
forth in proposed § 1.129: [t is suggested
that the fee be changed to $365.00 or
less~·_·7·" .' -: .:' . :;., .... ', ". , '_'

Response: Pursuant to Public Law.
103-465. the Commissioner has the ',
authority to establish appropriate fees
for.the further Iimlted reexamination of

·appllcetforis and for the examination of
more than one independent arid distinct
invention in an application, .,!-s a result
of additional review. it was concluded
that these fees may be reduced by 500/0
for small entities. Sections '1.17Ir) and .
(s) are being amended to indicate that
the fees are reduced by 50% for small.
entities. thai Is. $365.00 for small
entities.

81. Comment: Several comments
suggested that the transitional
procedure set forth in § 1.129(a) as

· proposed is equivalent to filing one
application. i.e., it provides for an extra
examination and reexamination after the
original final rejection. and, therefore.
the requirement for two $730.00 fees,
which is equivalent to two filing fees. is
unwarranted. Another comment
suggested that if the proposed $730.00
fee is adopted. the examiner stmuld be
instructed to treat the after-final
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amendment as any other initial filing.
I.e.. a new .ippllcation. not as an
amendment submitted after a non-final
office acuon.

Response. Under existing PTO
practice. it would not be properto make
final a first Officeaction in a continuing
or substitute application where the
continuing or substitute application
contains material which was presented
in the earlier application after final
rejection or closing of prosecution but
.......as denied entry because (t) new issues
were raised thatrequired. further. . '.
consideration andlor search. or (2) the
issue of ne...v matter was raised. ThR
identical procedure will apply to
examination of a submission
consideration as a result of the
procedure under § 1.129(a). Thus, under
§ 1.129(a], if the first submission after
final rejection was initially denied entry
in the application because (1,) new -.
issues were raised that required further
consideration and/or search. or (2) the
issue of new matter..was raised. then the
next action in the application will not
be made final. Likewise. if the second
submissionafter final rejection was
initially denied entry in the application
because (1) new issues were raised that
required further consideration and/or"
search, or (2) the tssae of new matter
was raised. then the next action in the
application will not be made final.
Thus, the fee required by § 1.129(a) has
been set at the amount required for
filing an application because the
procedure provided by the rule is
equivalent to the filing of two .
applications. No new matter can be
entered by payment of the fee set forth
in § 1.11(r).

82. Comment: Several comments
suggested that the fees required for
filing a provisional application and'
those fees required by §§ 1.129(a) and
(b) for the transitional procedures
should not be greater than the average
cost of processing such matters by the
PTa. Two comments stated tbat the fee
required by § 1.129(a) is excessive
relative to PTa costs. '

Response: Thefeerequired for filing
a provisional application is set by
Public Law 103-465 and the PTa has no
discretion with respect to the amount of
that particular fee. As to the fee required

..-by § 1.129(a),the procedures relating to
the first submission provided by

r§ 1.129(a) Isequivalent to the filing of a
file wrapper continuation application
under § 1.62. and therefore. the fee '

,required with the first submission is
,'~appropriately set 'at the same amount as.

r: a filing fee, which is 5730.00. The.
5730.00 fee is-subject to a 50%

I:: reduction for small entities. The second
submiSSion is equi valent to the filing of
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20214 Several comments suggested that the
a second file wrapper continuation practices set forth in §§ 1.129 {a) and (b)
application and the fee for thesecond should be made permanent.
submission is appropriately set at the Several comments suggested that an
same amount as a filing fee. As to the applicant should be permitted to have a
fee required by § l,129(b), the submission entered and considered after
procedures set forth in § 1.129(b) permit any final rejection upon payment of a
applicants to retain multiple inventions fee as'set forth in § 1.17(r}, not just the
in a single application rather than first and second final rejections. I

having to file multiple divisional . '. . .
applications. The fee for each, . . .:. Response: The suggestions have not
independent and distinct invention in been ~dopted at ~is time: However. the
excess of one is appropriately set at the PTO I.Sun_dert~kln.g a project t,o, '_., .,
.same amount as the filing fee fora:.; reengmeer the entire patent process. -,
divisional application, which is' . These suggestions will be taken Under'
5730.00. The $730.00 fee is subject loa adviseme~t:i!,'that project. " ..'
5C% reduction for small entities. ..86. Cominetu: One comment

-, ....,. . suggested thatthe PTOmake an 'effort
~3. COffin:'ent. On;e com~ent to treat applications hi whlcha

suggested that the time period for the submission under § 1.129(a) has been
pay~e.nl of the .5730.00 fee ~or the filed on an ex edited basis. .
trans~tlOn~1 a~~r:~al practice ~>: Response: ~ce the submission is
exte~ded If apphcantfiles a 'petl!'On .. filed and the fee set forth in § 1.17(r) is
seeking reversal of ~_e e.~ar~llner.s """ paid the finality of the last PTO action
refusal.to enter the a~endment after is withdrawn. The filirig ofthe .'
final Without fee, u~~Il one month ~~er submission and the fee under § L12g·{a}
an unfavorable decl~l~n on the p~t~tIon. is equivalent to the filing of a

Response:.If an earlier file? petI.tIon continuing application and will be .
seeking reversal of the exammer's, treated in the same fashion and under
refusal to enter (be ameridment after , the same turnaround time' frameas a
final is granted .by ~e Director finding continuing application. .. :..
that the flnal rejectlon was premature. .- ,87.Comment: One comment _"' .
but t!'e petition had not been decided by suggested that PTa practice be changed
the time the § 1.129{a] fee was due, , so that a first Office action in a . . ..
applicant must submit the § 1.129(a) fee continUing application cannot~ ;'id~
'so as to toll the time period for response finaL,.· .'. , .
to the final rejection. Otherwise. the One comment suggested that PTO
application would be abandoned. Upon practice regarding second action final be
granting of such a petition by the relaxed. . ..
Director, the § 1.129(a) fee paid will be Response: The suggestions have not
refundable to applicant on request.,'·' been adopted at this time: However', the
Applications that fall under § 1.129(a) PTa is undertaking aproject to-
are underfinal rejection and there is a reengfneer the entire patent process.
time period running against the I, These suggestions will be taken under
applicant. Applicant must toll that time advisement in that project. '
period by paying the transitionalafter- 88: Co,I!!,"!ent: One comment stated
final fee set forth in § 1.129(a) and any that 10 proposed § 1.129, there is no
necessary extension of timefees aJ.l.~.. express provision. for the finality of the
Notice of Appeal fee. Section 1.129(a) is previous rejection to be withdrawn if
being amended to indicate that the· eppllcantcompltes with the proposed
submission and the fee set forth in rule. It is,suggested that the proposed
§ 1:17(r) may be submitted before the . rule.state that the finality of the , ...
filing of the Appeal Brief and prior to ,previous action would be withdrawn if
abandonment of the application. applicant complied with the rule when

84. Comment: One comment making a first ~r second submission
suggested that if it is decided that the after a final actlOn., .
transitional after-Iinal practice is made Response: The suggestion has been

pe,:",an.ent. the!"!'O ~hould see~' . ad~gt~~mment: One comment ,
legislative authonza.han to provide . st d th tth PTa I lfy h·t·h

d d r f . 11 ,.... reque e a e c an weer
re uce lees 0: ~ma~nhtles.., § 1.129(a) required the first final
. Re~p'onse: If It IS decided .that the rejection to be specifically Withdrawn

trensltlonal after-final practl~~be,IIl~de and a different pnal (i..e., one contalnlng
pe,:",ar:ent, the PTO ,,:'11 pr?pose . a new ground of rejection] rejection
leglsla~~?, to accomp\lshthl~ ch,~~.~~.. .made before appllcantIa entitled 10."

85. Comment: Several commentaj: make a second submission. .__ ~~~, .~ ... ,
suggested that §§ 1.129 (a) and (b)' . Response: The final rule provides that
should apply to all applicalions. the finalityo! thep_s final ollice
regardless of whether thay were filed action is.automatically withdrawn upon
before or after june 8, 1995. . lbe timelyfiling of th_e first § 1.129(a)
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followmg a first final rejection and, j,;,!

applicnnt timely Illes a first subnussjon
and the proper Ieo set f<'Ji1h in ~ 1.17{r).
the finality. of the previous final
rejection ""ill he withdrawn and the.
appeal ret! paid could he applied against
<lily subsequent appeal. If theexamiuer
issuesa non-final rejection in response
10 applicant's first submisston. a further
response from uppllcant ''''iI1 be entered
and considered es'a matter of right. If.
any subsequent Office' action ismade-.:
final. applicant may file a second
subrnisston 'along with the proper fee
pursuantto § 1.129[a). If th .. second
submission and the proper fee set forth
in.§ 1.17[r) are timely filed in response
to the subsequent final rejection, the ri­

finality of the previous final rejection.
. will be withdrawn. Any submission, .;

filedaftera final rejection' made In.the.
application subsequent to the 'fee under
§ 1.129{a) having heen pald twice will
be treated (IS set forth in § 1.116.
Applicant may. upon payment of the..
appeal fee. appeal a final rejection ..: f.

within the time allowed for response.':
purs:1.lant to§1.191.'~'· " . t·' :', "'.1

'.93, Comment: One comment·
questioned whether the"first ",'
submission" under § 1.129(a) has, tobe
the first response filed after a final' '""
rejection or could it include subsequent
responses to the same final rejection. "

.. Response:The "first submtsstonv':
under § 1.129(a) wauld include all
responses filed prior to and with the
payment of the fee required by '
§ 1.129{a) provided the submission and
fee are filed prior to the filing of the, : ,
Appeal Brief arid prior to abandonment
of the application. . '" ...: :;

94: Comment.LOne'commen.t..':'.', ;~ f;

suggested that § 1.129[a) be changed to
permit the procedure to be available up
until the filing of an Appeal Brief since
H is not uncommon to file an; :: -'_ ' :
amendment after a Notice of Appeal is
filed but before the filing of an Appeal
Brief. " '" .' ,'.

Response: The 'suggestion has been ­
adopted. Section 1.129(0) is being, ';:
amended to indicate that the submission
and the fee set forth in §1.17(r) must be
submiited hefdre the filing of the Appeal
Brief a'nd prior to abi:indonment of the;
application, . " ' .

95. Comment: One comment· .
suggested that the transitional after·fi,rial

, practice be available at any time after
final. including after the resolution of an
appeal unfavorable to applicant in
whole or in part. .: ' '. \',:

Response:The suggestion has not
, beenadopted. Section 1.129{a) is being

amended to indiCate that the submission
and the fee set forth in § 1.17(r) must be

, submitted before the filing of the Appeal
Brief and prior to abandonment of the
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a dt~~ign patent , that has been 'pcuding
for nt h;,JsTtw o )·l:~rsa~ .o_f J~ll,le ~. 1995:
wkipg i[l!~ account any ref~>rcTltl:! made­
in 'such a'pp!icn\ionlo 'il~Y ~~r1Wr filcd.
application under 3; U,S.C. 120.121
and 30;(c). " '

'92, Comment: One'comruent asked (1)
,..'bother it would be hccessary to file a
Notice of Appeal:a'nd'oppeol fee with or
after the firsl"sublniision and fee if the"
exaniiuer 'acts on the first submlssion..-!
and before the end of the six months
from the date of the final rejection, .
issues (a) a notice of allowance, (b) a
non-final action, or (c) a' second final \;:
rejection; (2) would the Notice of.... ',:
Appeal and fee be due only a~ the end
of the six months fromthe date of the,
final rejection regardless jof whether the
examiner has acted on the submission',
by then; and (3fir ih~'l:IP\ic"of Appeal
and fee have once been Piiiq following
a first final rejection, would asecond
notice and fee need to be paid. ifa
second final rejection were issued and
appticant desired t~ fiIe asecond •- "
submission under § 1.129(a); "',

Another comment suggested that the
appeal fee set forth in § 1.17(e) should
not be required where the Notice of
Appeal is filed with a § 1.129(a)
submission and the fee set forth in
§ 1.17(r). " " ' r -;;, ,.. ..

, Response: As to questions (1) and (2)
and the second comment. if the first ',.~

submission and the proper fee set forth
iii § 1.17{r) are timely filed inresponse
to the flnalrejectlon. the finality of the:
previous rejection will beautomatlcally
withdrawn and applicant need not file
the Notice of Appeal or the appeal fee:
For example. if the first submission and
the proper fee set forth in § 1.17(r) were

. filed on the last day of the six-month
period for response to the final
rejection, applicant must also file a

, , , petition for three moriths extension of
Response:The filing' of a submission, : time with the appropriate fee in order to

e.g., an information disclosure 'statement avoid abandonment of the application.
or an amendment. after a final rejection In such case; applicant need not fl lethe
without payment of the fee set forth in Notice of Appeal or the appeal fee if the
§ L17[r) will not toll the period for' proper fee set forth in § l.17(r) was .
response set in the final reie.~tion. timely paid. Ho~ever. under the same
However. § 1.129(a) is being 'amended to fact situation, if applicant faIled to
provide in the rule that ~,e finality of submit the proper fee,sct.fofth in
lhe previous Office action is " .., §.1.17{r). the finality of the previous
automatically withdrawn upon.the rejection would not be withdrawn a'nd
filing of the submission and the· , the time peri9d for, responstJ ,w<?uld still
payment of the fee set forth in §1.17{r). be running against applicant. In such,
Thus, the filing of a submission and the case, a Notice of Appeal and appeal fee
payment of the fee set forth in § 1.17(r) , must also accompany the papers filed at
and any extension oftime fees'and the six·month period in order. to avoid
Notice of Appeal fee. if they are abandonment of ,the application. The'
necessary to avoid abandonment of the proper fee set forth in, § 1.17{r) must be
application. will autometically toll the filed prior to the filing of the Appeal
period for response set in the final Brief and prior to the abendonment of
rejectil;m. It must bekept .iIl;mind that· the applicati~n; ". ".
the p'rovisions of § 1.129 apply only to As to questIon (3), If the NotIce of
an application. other than for reissue or Appeal and fee have once been paid'-
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submission and the' fee set'forth in
§ 1'.17{r).If the first PTO action'
following the payment oJ the § 1.17(r) .
fee is a non-final office action, it further
response from applicant will be'eritered
arid considered as a matter of right
without payment of the feeset forth in
§ 1.17{r). If the nextoffice action or any
subsequent action is made final, the '.
finality of that o(fice action will he ,
automatically withdr.....·n upou the'
timely filing of aseccnd § l.i29(a) .-:..
submission and the fee set forth in ':.~ ,~

§ 1.17{r). .., ..
90.. Comment:One commenr' .' ..

suggested thatthe PTOnoi peimit tr,a .
first P'I'O'actlon Iollcwingthe payment
of the § i.17(r) fee to bemade final:-' ..
under any circumstances. . -, " ,..T

Response:The suggestion hasnot .'
been adopted. The first PTQ action.
following the payinent ofth~ § i..17(r) .
fee.may bemade final under the same
conditions that a'first'office action may
be made final in a conunutng­

-epplicatlon (see section 706.07(b) of the
MPEP). However, it would not be proper
to make final a first Office action in a'
continuing t?~ substitute application
where the ccntlnuingor substitute
application contains materialwhich was
presented in the earlier application after
final rejection or closing of prosecution
but was denied entry because (1) new
issues were raised that required further
consideration and/or search. or (2) the
issue of new matter wesralsed. The
procedure set forth in sedion-706.07(b)
of the MPEP will apply to examination
of a submission considered as a result
of the procedure under § i:i29(ai. '

91. Comment: Several comments
suggested that the filing of the first;
submission under § 1.129(a) within the
statutory period for response set in final
rejection should toll the running of the
six-month statutory period."
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Response: The sug?cstion has not
been adopted, 'The' two-month date set
forth in § 1.129(b)(l)(i) is from (he
Statement of Administrative Action.
which is port of Public Law 103-465.
Under section 102 of Public Law 103­
465, "the statement of administrative
action approved by the Congress shall .
be regarded as an authoritative
expression by the United States
concerning the interpretation and'
application of the Uruguay Round
Agreements and this Act in any judicial
proceeding in which a question arises"
concerning such Interpretatlcnor .
application, ,. The Commissioner does'. ­
no~ have anyauthority to' establish rules
which are inconsistent with the Act. It .
is noted that incases where-a restriction
requirementwasmade prior to April 8.:
1995. applicant will have-sufficient time
to file divisional applications. prior to
June 8.1995. so "as to retain the benefit
of the 17':year patent term for those
divisional applications. , ".

Tbe PTQ is currently reviewing the .
restriction practicein view of the
Implementation of t~e}(}.year patent .
term, It is noted that a Change in '-: ... '
restriction practice without changes to .
other fees' would have a negative impact
onfunding needed to operate the PTO,_
, 103. 'Comment: Several com merits ':
suggested that proposed exceptions (1)
and (2) in § 1.129(b) ignore the ,'., .
mandatory language of section 532(2)(B)

.of Public Law 103-465 'and should be
deleted.' .-

Response: The suggestion has not
been adopted. The exceptions referred
to are contained in the Statement of
Administrative Action. which is part of
Public Law 103-465, Under section 102
of Public Law 103-465. "the statement
of administrative action approved by the
Congress shallbe regarded as an'
authoritative expression by the United
States concerning the 'interpretation and

.applicatlon of tbe Uruguay Round .

. Agreements and this Act in any judicial
proceeding in which a question arises
concerning such interpretation or. .,
application." .. " _ -" ". ,~

104. Comment: One comment asked'
whether "restriction" under § 1.129(b)
apply to election cifspecies undOr'"s1 146' . ."" .c-

~esp~nse,:"Restriction" ~rider'::; ~ ,.
§ 1.129(b) applies to both requirements­
under § 1.142 and elections under: cO:;
§1.146. ." '.• :,- r r:

105. Comment: Several comments
requested that 'clarification be made as
to what constitutes "actions by the
appllcantvin § 1.129(b)(1) and .- .
specifically. whether .request Ior'
extension of time undl:l:.§1.136(0.)
constitutes such "act1tlDS" by the

.applicant.

20216
permit prosecution to be reopened after
a Notice of Allowance or final rejection
upon the filing of aform requesting that
prosecution bereopened and payment'
of the necessary fee. :

Re.sponse:The procedures set forth in".
§ 1.129(a) ore not applicable to
amendments Illed aftera Notice of
Allowance, Amendments filed after the
mailing of a Notice of Allowance are
governed by § 1.312, Theprocedures set
forth ih§ 1.129(a) are applicable to
amendments filed afte'ra final rej~tion.

If applicant submits an amendment aller
final and the examiner notifies the '
applicant in writing thatthe amendment
is not entered. § 1.129(a) permits u,- .' ...

applicantto submit a letter prlorto ' .
abandonment iJfthe appHcatiori and •
prlortc the filing'oribe Appeal Brief.
requesting 'entry of the prior filed
amendment along' with the payment of '
the appropriate fee set forth in § U 7(r), .
The letter requesting entry of the prior
filed amendment would be equivalent to
"a form" as suggested in the comment.

101. Comment.One comment ~ ;
suggested that the PTa liberalize its
current practice under'S 1.116 to make :
it easier for amendments or evidence to
be entered and 'considered after a 'final
rejection. ' --"

Response: The suggestion has not
been adopted since no change was
proposed to § 1,116 in the Notice of
Proposed Rulemaking. However. the
suggestion 'will be taken under .. , ,
advisement as part of a comprehensive
effort being conducted by the PTa to
reengineer the entire patent process. It
should be noted that any change to '.
liberalize the current practice under
§ 1.116 would necessitate increasing,
fees·,'·····

1;J2...Co~inent: Several co~ments
suggested that the transitlonal. ..
restriction provision be modified to
state that no restriction requirement
shall bemade or maintained in..any
application pending for three years on .
the effective date of the legislation, The
comment stated that if restrlctlon .v;.; "
.requirements made prior.to·,April,a; , .' "
1995,!3~'perI}litted to be maintained
then applicants will be forced to file
divisional applications resulting in the
automatic loss of term after June a. .
1995"Aheavypenolty will be placed on
the chemical. pharmaceiidcal and .. '
biotechnology industries. who have less
than 4 m"nthsTo search through the' .:
.ancestcrsof all pending applications ..
and to identify all restriction '..'..> .
requirements and to file divisional

,applications before June 8. 1995, The ..;
romnieIii fuither suggested that the:.':
current. restriction practice be...changed
in view of the implementatiOn of the 20-
yearterrn,' .

nppliCJ!ioll. 'I tw Sllghestioll to vxh-nd
the period to after the resolution of an
appeal unfavornh!e lu applicanlin
whole orin part, has nut been ridoptud
because the 511ggt~stioll would further'
unduly e-ctendpro-a-cutlcn of the .,
application. . . ....,.

96. Consment: One comment staled
that if all examiner must withdraw the
finality of the rejeclion as a result of the
transitional provision. the examiner
shou id becredited with 't\ ..:o countsIn
orderto becompensated for the'
additional work. <' '.," ,:~" ~. - c."

Res.o-?n~e:Thecxaminer cre:dilsystem
is not part of thisrulemaking package. -.
However. as part of the Public Law'103­
465 lrriple"m'eritation' plan. some ,::' ~:'

accommodation will bemade for the
extra work performed." ';. '; :' _'" i .

97..Comment: One comment stated
that regarding the transitional after-final
practice. the fee should not berequtred
if the cnlyrecson is to have the PTO ,.,
consider recentlv obtained art.

Response:Under current practice, if
applicant submits prior art after final
rejection but before the payment of issue
fee, the art will be considered if .
applicant makes the required '. : 1: .
certification and submits a petition with
the required petition fee of $130.00 (see
section 609 of the MPEP). If epplicantj.
can make the certifi6tion. applicant .
would not.heveto rely on the ..
transitional after-final procedure. to have
the prior art considered. In the' event.
that applicant cannot make the
certification, then the procedure under
§ 1.129(a) is available if applicant
wishes the PTQ to consider the prior art
without refillng the application. .,', "

98, Comment One comment ", ".
suggested that the .PTO modifyexisting
restriction ,p~~ctice.tc,m*e,!t more
difficult for examiners torequire "
restriction: for"e'xantplei. by'reqiifring
every restriction requirement to show.
two-way distinctness and separate ..',,~:,
statuslnthe a!l,:.~st~b,l.ish~'d,bYj~'e'~ns.'
other than reference to the ,PTO's
classification system. '.c",~ .. :,:.,. ,,' .,t.

Response.: The suggestion' has not.":: .
been adopted: However. the PTO is
undertaking a project to reerigi.neer·the
entire 'patent process. This suggestion "
will be taken under advisement in that
project. . '". '.'_ .' ' .. '<',' .. .

99. Comment: One comment \." "<'-'

suggested that the pendency periods'
required by§§ 1,129(a)and (b) should
be 18 months rather than z-year and 3­
year, respe~~~ely...' ,;:',"

Response: The pendency periods set
forth in the.nrlewhlch establish :'_~.':'r :~ \
eligibility for the. transitional procedures
are set forth in.Public Law 103,.,465.: .','

"100. Comment: One comment -"'"
suggested that § i,129(a) be amended to
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Response:Examples of what
constitute "actiaas PY the ilpplicant" in
§ 1.129(b1l1) ore: (I)'applicant abandons
the application and continues to're[tle.
the application suchthat no Office' .".'
action can be issued in the application,
and (2) applicant requests suspension of
prosecution under § 1.103{o) such that
no Office action can be issued in the
application. Extensipnof timeunder
§ 1.136(a) would not constitute such:
"actions by the appllcant" under
§ 1.129(b)(I), .'

106. Comment: One comment
suggested that the one-month period sei
forth in § 1.129(b) is insufficient io give
an appllcant time to file .~. petition under
§ 1.144. from'a restriction requirement.
Several comments suggested that
§ 1.129(b) be amended to permit _, '
applicant to challenge the restriction' "
requirement by way of a petition before
being required to pay the Cees set forth
in § 1.17(s). ' '" ,

Response:Section i.129(b)(2) is being
amended in the finalrule package, to .
indicafe that applicant will be given "a
time period," to (I) make an election. if
no election has been previously made,:
and pay the fee Set forth in' § 1.17(s), (2)
confirm 'an earlier election and pay the
fee set forth in § 1.17(s), or (3) file a
petition under § 1.129(b)(2) traversing
the restriction requirement. If applicant
chooses not to pay the fee set forth in
§ 1.17(s), applicant may file a petition:'
under § 1.129(b)(2) requesting, ,
Immediate review by the Group Director
of the. restriction requirement. No. .
petition fee is required. A petition under
§,1.129(b)(2) rather than under § 1.144
would be more appropriate under the
circumstances 'since:a petition under
§ 1.1~4 requires the examiner to make
the restriction final before the petition
can beconsidered.
:...1~?. Comment: One co~ment. ,

.,suggested that if applicant elects not to
pay the fee set forth in § 1.17(s), ,
applicant should be allowed 10elect the
invention to beexaminod. " , , .

Response: The suggestion has been '.
adopted, Section 1.129(b) is being'
amended to indicate that ifapplicant
chooses not to pay the fees for the .
additional inventions, applicant must
elect the invention to be examined and
the claims directed to the non-elected
inventions for which no fee has helm
paid will be withdrawn from
consideration.

·ioa. COmment: One ~onUnent
suggested that the PTO amend the rules
to permit all, or at least several.
inventions to be examined in B single
application upon payment of an
appropriate fee. ' , ' ,

Response: The suggestion has not
been adopted at this time. However. the

2U217 ."
PTO is currently undertaking a project
to reenginecr the entire patentprocess,
The suggestion will be taken in. .
advisement in this pr'oject' .. "" ..., ,-

109. Comment:One comment
suggested that PTO follow the wording
of 35 U.S.c. 121 and only require
restriction where an application claims
two or more independent and distinct
inventions rather than, two or more
independent or distinct in'/entions:

Response: In making restriction
requirements. the PTO has always
followed the wording of 35 U.S.c. 121,
to require restriction if two or more' , ...
independent and distinct inventions are'
claimed in an application rather than.',
Independentor distinct as suggested by
the comment..The term.,'''.iridependerir: '.
includes species and rela'ted Inventions
such as ccmbination/subcombinaticn
and process and product. Restriction is '
proper if these Independent inventions
are patentably distinct (see section .
802,01 of the MPEP),

110. Comment:One comment
suggested that the standard for
delermining whether an appllcatlori .
contains independent and distinct
inventions should only be the "unity qf
invention" standard used for PCf .'
applications..

Response: The suggestion has not .;
been adopted. The current 'restriction
practice for 35 U,S,C. 111(a):
applications is governed by 35 U,S.C.
121 and §§ 1.141,1.142 and 1.146, The
PCf "unity of invention" standard orily
applies to PCf applications and
applications filed under 35 U,S,C. 371.
The PTO is currently reviewing the'
restriction practice in view of the
implementation of the zu-yeer patent
term. It is noted that a change in
restriction practice without changes to
other fees would have a negative impact
on funding needed to operate the PTO,

111.Comment:"One comment
suggested that the PTO apply the PCf
unity 'of invention standard as ,;'
interpreted bythe EPO andthat"
§ 1.475(b) be amended to permit. bread
range of claims in a single application."

Response:The PTO is currently ,
undertaking a project to reenglrieer the
entire patent process. The suggestion
will be taken under advisement in this
project.

112. Comment: One comment
suggested that the PTO examiner should
not be permlttedto Issue's restriction
requirement or an' election' of species'
requirement if the ISA and the !PEA
have found that an application complies
with the unity of invention requirement.
~ Another' comment suggested that the

PTO consider allowing applicants to
retain all claims in a single application

when the claims are related. e,g.. ,
method and apparetus clatms.

Another ccmmcutsuggestcd that all "
species be searched before the first
Office action regardless of whether one
species is found to be unpatentable.

Another comment suggested that
election ofspecles.requlrcmen ts be
prohibited,' "''''.' , ',',

Rt:spol1s~:Thesu':gg~stionsh~\;e'ri:~t-' .
been adopted. These issues v.... ere not ."
addressed in the Notice of Proposed
Rulemaking. However, the PTO is
currently undertaking a project to
reelngineer the entire patent pr,?cess.
The suggestions wlll be taken under
advisement in that project .. '.

113. Comment: One comment ... c

suggested that decisions on whether to ­
issue a restriction requirement- be made
within two-three months of the ...".. ,"
application filing date, and. if the
requirement is traversed. the examiner
should determine within four-five
months of the filing date whether to"
maintain the requirement Decisions on
petitions to withdraw a restriction
requirement should be decided within
one month. '

Response:The suggestion has not '
been adopted. Current practice dictates
that restriction requirements be made at
the earliest appropriate time in the
pendency of a given application. e.g.• in
the first Office actfon. It would be' ,
difficult to issue a restriction
requirement within two-three months of
the application filing date as suggested
since a largenumber of applications are
filed with missing parts and applicants
are given a time period to submit the
missing parts. Furthermore, applications
must be processed by the Application
Branch and must be screened by
Licensing end Review for national
security. Petitions to withdraw a .. ~;..

restriction requirement should he acted
on by the Group Director expeditiously.

114. Comment: One "diinrrie·ntargued
that the phrases, "soas to b-e pending
for a period 'ofno lcngerthen tz .
months" and "under nocircumstances
will the provisional application be .
pending after 12 months", in § 1.139
.....;ere repelitious and suggested that one
or both of the phrases be deleted. ":

Response: The suggestion hasnot
been adopted. The statements are
included for ernphasls..

115. Comment: One comment
suggested that § 1.139 clearly state that
if the revival petition is filed later than
12 months after filing of the provisional
application, then the revival is for the
sale purpose of providing copendency
for a 35 U.S,C, Ill(a) application filed
during that tz-month periaa:-
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divisional application, are such
subsequent cases entitled to the
extension.

Response:An application will not be
suspended unless it is decided that an
interference can be declared involving
that application. If prosecution of
applicant's application is suspended
due to an interference not involving
applicant's application and an
interference involving applicant's
application is later declared. applicant
will be entitled to patent term extension
under § 1.701(c)(I)(ii) for the suspension
period ned under § 1.70)(c)(1}(ii) for the
interference period. However. if .r': -4 ••

prosecution of applicant's application is
suspended due toan interference not
involving appllcant'sappltcatlon and if
the I?TO ends the suspension ofthe
application without declaring an
interference involving applicant's
application, that application will be
entitled to patent term extensionunder
§ 1.701(c)(1)(ii). If prosecution results in
filing of 11 continuing application and if
the delay in the parent application .
contributed to a delay in the issuance of
a patent on the continuing application,'
the patent granted on the continuing'
application may beeligible for an
extension under 35 U.S.c. 154(b).- .:

C·:,·\::j
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Response: The suggostion has 1101

been adopted. The proposed language is
not necessarv.: '.,." ,

"116. C01?1rilent: OIlC comment stated
that 35 U.S.C. 154(b) as contained in
Public Law 103-465 does not give the
Commissioner any authority to decide
the period of extension. Therefore.
proposed § 1.701 is without statutory
basis.

Response: 35 U.S.C 6(a) gives the
Commissioner authority to establish
regulations not inconsistent with law.
.Section 1.701 is consistent-with 35
U.S.C. 154(1)) and furthermore, the
Ccmmlssloner has the authority under
35 U.S.C 154(b)(3)(C) to establish '_"
regulations to address the standards for
determining due diligence.

117. Comment: One'ccmment
questioned whether patent term -, .
extension under 35 U.S.C,,'154(b) is
available for patents issulng- It] Before
June 8, J,g9S, with a tz-year patent term
or a 17/20 year patent termrtz] on or
after June S, 1995, on applications filed
before June 8, 1995, with aI7'ye"i ,,-, ,
patent term or a '17/20 year patent term.
<Response:None of the patents set
forth in the examples areeligiblefor
patent term extension.Under the terms
of the statute. patent}erm extension is "
only available for patents issued on '. .
applications filed 011 or after June 8,
1995. .._.

118.'Comment: Several comments
questioned whether a patent issued on
'a continuing application is entitled to a
patent term extension under 35 U.S.c.
154(b) due to lnterferencersecrecy
order. or appellate review delays
occurring in the examination of the ­
parentapplication>·:-'v. ::-",;;-:

Response: If the delay in the parent.
application contributed toa delay in the
Issuance of a patent in the continuing ~

application, thepatentgranted on the:
contin-uing' appllcatlonrnay be eligible.
for an extension under 35 U.S.c. 154(b).

119. Commeri!: One comment J ,-.

suggested that the patent term be ;:- ,
extended for a period of time equal to
the time necessary to' revive an' ".­
application improperly abandoned due
to PTO error. Another camment
suggested that patent time extension be
available for other PTO delays. . "',,,

Response:The suggestions have not
been adopted. Section 154(b) of title 35,
United States Code, only permits patent
term extension for delays due to
interferences, secrecy orders. and/or
successful appeals. .' .

120. Comrrient:OnecommEmt~', ~'.

suggesied that tbe period of an .
extension granted underf 1.701 be :,:-- j

printed on the face of the patent:: ..
Response: The PTO will publish on <.:

the face of the patent any patent term .;:;
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extension that is granted pursuant to
§ 1.701, .

121. Comment: One comment
suggested that the word "interference"
be inserted before the word ;.
"proceedings". in § 1.70 l(a)(l).. .

Response: The suggestion has been
adopted. '.. .

122. Comment: One comment stated
that the last sentence of § 1.701(b) is
confusing because it suggests that patent
term extensfon"Will bea~-ailable in cases
of terminal disclaimer and that the
extension begins on theterminal .
disclaimer date rather than the original
expiration date. This statement is
contrary to 35 U.S.c. 154(b)(2) which
does not permit any patent term
extension for appellate delay if the
patent is subject to a terminal
disclaimer.

Response: In order to reduce
confusion, the last sentence of § 1.701(b)
is being amended to state that the
extension will run from the expiration
date of the patent. The reference' to' .
"terminal disclaimer", is being deleted. '.

123. Commentr Twc comments stated
that if an 'eppltcauonInvolved in an ­
interference proceeding contains
unlnvolved clatms. those uninvolved
claims should 'not be entitled tt,
extension of patent term under. 125. Comment:One comment stated
proposed § 1.701 because applicaz:t that delays in the Issuance of a patent :,
could cancel those uninvolved claims can exceed the five-year limit provided
from the application and refile those for in proposed § 1.701(b). Where the
claims in a continuation application. It delay was not the fault of the applicant,
is suggested that if an applicant leaves why should there be this maximum?
conclusively uninvolved claims (where Another comment stated that in a
no § 1.633(c)(4) motion is filed) in the biotechnology application, if suspension
application in interference. applicant of the application results in a declared
does notgetthe benefit of the extension interference. the period of delay
for any claim.,.. ,. calculated under § 1.70I[c)(I)(1) will

Response:The suggestion has not. likely c:onsurne most of the five-year . ".
been adopted. Tbe statute, 35 U.S.c. _ maximum extension..This renders the
154(b), grants patent term extension to value of any time period measured -.-'
a patent if the issuance of the patentwas under § 1.70I[c)(I)(ii) negligible,thus_
delayed due to interference proceeding diminishing the rights 'o.f applicant due
under 35 U.S.C 135(a). The statute does to the unregulated suspension powers of
not exclude applications containing the PTO. . . _ .
uninvolved claims. The Commissioner Response:The five-year limit for
does not have the authority to establish patent term extension set forth in
regulations whichare inconsistent with § 1.701(b) is required by statute.,35
the law. Therefore, an application \ U.S.C.154(b). . .....
involved in an interference which \, 126. Comment.· One comment
contains uninvolved claims will be suggested that § 1.701(c)(I)(i) be

. entitled to patent term. extension if the amended to state that an,application ""
issuance of the patent was delayed due added after an interference is declared
to interference proceeding under 35 ~ , is entitled to an extension measured
U.S.C.135(a). ..' only from the date ofredeclaration.

124. Comment. One comment asked Response:The suggestion has not
whether applicant is entitled to patent been adopted. Tbe language in :
term extension regardless of whether an § 1.701(c)(I)(1) is clear that for an
interference involving applicant's 1 _,,-; applicationthat is added to an_,i .c;c- .:

application is ultimately declared. interference, that application is entitled
One Comment asked if the P-'TO ends to an extension measured from the date

the suspension without decTaring an of redeclaration of tne interference. .-,";
interference, and continued prosecution 127. Comment: One comment stated
results in filing of a continuation or . that § 1.701(c)(1)(ii} doesnot address the
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case where a suspended application is
added to the interference without the
suspension betrrg-Hfted.

Response: Section 1.701(c)(lJ(ii) is
being amended to re.re~rice the:
endpoint for the sus pension period to
the date of termination of the
suspension. Where prosecutionof an : ..
application is suspended due to
interference proceedings not involving
tho application, the 'suspension is made"
pursuant to § 1.1 03[b). When that
appltcatlon is added to' an interference,
thesuspensiou pursuant to § 1.103(b)
will be automatically lifted. The
application is entitled to patent term
extension for the period of suspension
pursuant to § 1.70l(c)(I)(ii) and for the
period of interference pursuant to
§ 1.70l(c)(l)(i).Under § 1.701(c)(1)(ii), .
the period 'of suspension begins on the
date the application is suspended and :
ends on the date the suspension under
§ 1.103(b) is terminated, which in this .
case would be the same date as the date
of redeclaratlcn Of the interference.,

128. Comment: One comment,
suggested that the phrase ", if any," in '
§ l.701(c)(I)(i) and (ii) is unnecessary..

Response: The suggestion has not '
beenadopted. However, § 1.701(c)(I)(i)
is being amended for clarity by deleting
the phrase "if any" after the first
occurrence of "interference" and by .
insertlng the same phrase after the', .
phrase "the number of days." p.

129. Comment: Several comments
suggested that the phrase "was declared
or redeclared" in § 1.701(c)(l)(i) be
changed to-'--was first declared-...

Response: The suggestion has riot
been adopted. Tbe language of the rule
reads "with 'respect to each interference
in which the. application was 'involved.'
the number of days in the period
beginning on the dale the interference
was declared or redeclared to involve
the,application in the
interference." .,.~. AnJnterference
may be declared as A vs. B and later
redeclared as A vs. B vs. C. Under the
rule, the period of extension: would be
counted. with respect to applications A
and B, from the date the interference.
was declared to involve the applications
A and B. With respect to application C,
the period of extension would be
counted from the date the interference
was redeclared 'to involve the' "
application C. No ambiguity is seen in'
the language as originally proposed.

130-. Comment: One comment ",
suggested that the use of the phrase
"appellate review" in reference to an
"action under 3S U.S.C. 14S or 146 is
incorrect. since an action under 35
U.S.C: 145 or 146 is not considered as­
an "appellate review" and suggests that
§ 1.701(a)(3) be amended so that the .

20219
introductory phrase reads "Appellate'
review brthe Board of Patent Appeals
and Interferences or review by a Federal
court undcr ss U.S.C.141 or 'c,',
145,'" or or."

Response: The suggestion has not
been adopted. The use of the phrase
"appellate review" in reference to an
action under 3S U.S.C. 145 or 146 is .
technicallv incorrect. However, Public
Law'103-i65 provides ferextensionof '
patentterm for "delay due to appellate'
review by the Board of Patent Appeals
and Interferences or by a Federal court".
The Introductory phrase referred toin ­
the comment us~s the exact language .
found in the statute. . ,

131. Comment: One' comment
suggested that § 1.701(a) be amended to"
specify whether extensions for appellate
delays are available for reissue .
applications. , ' , .. - _ . , ,'.

Response: Thesuggestion has riot ..
been adopted. Under 35 U.s.C. 251. the'
term of a reissue patent is "for the:":: '
unexpired part of the term of the .
original patent." Therefore. patent term
extension for appellate delays is not
available for reissue applications.

132. Comment: One comment'
suggested thai § 1.701(d) be deleted. .

Response; The suggestion has not .
been adopted: Sectian1.701(d) sets
forth the language found in the statute.
35 U.S.C. 154(b)(3) and further provides
a standard for determining due .
diligence. ' - . .:.

133. Comment: Several comments'
suggested that the lack of due diligence
set forth. in § 1.701(d)(2) be limited to
the, acts which occurred during the
appellate period (after the filing of a
Notice of Appeal) and not during.
prosecution. '. - .

Response: The suggestion has been
adopted. Section 1.70l(d) is being
amended accordingly.

134. Comment: One comment
suggested that the rules be made clear.
that a suspension under § 1.103 does not
constitute a lack of due diligence under
§ 1.701(d)(2).

Response: The suggestion has not
been adopted. A request for suspension
pursuant to § 1.103(a) during the
appellate review period will be
considered to be prima f~cie evidence of
lack of due diligence,'. -.' ' .... ..

135. Comment: Several comments
stated that the rules permit extensions
of time and the filing of informal
applications. These acts should not
constitute lack of due diligence since
the proposed rule defined the standard
for determining due diligence is '.
whether the applicant exhibited that
degree of timeliness as may reasonably.
be expected from. and which is :
ordinarily exercised by, a person. One

comment suggested that the" Office
adopt a gross negligence standard.

Response: The examples of acts that
may constitute lack of due diligence set
forth in the Notice of Proposed" ... ,.:'
Rulemuklng (extensions of time. filing of
nonresponsive submissions, and filing
of informal applications) are being
withdrawn. The suggestion regarding
the adoptions of a gross negligence
standard ha.. nat been adopted. As set
forth in § 1.701(d)(2), the standard for ','
determining due diligence is whether
applicant exhibited that degree of
timeliness as may reasonably be . " .
expected from, and which is ordinarily
exercised by; a person during the ~'.

appellate review pertod.. .'~:" '",'

136. Comment:·One comment stated
that the PTO list in the rule all '!C, ,.,.
circumstances In which an applicant
will beconsidered not to have acted
with due diligence. '.' i..

Another comment suggested .thet
objective criteria for "diligence." be set
forth in § 1.701(d)(2).·, . .

Response: The suggestion has not.
been adopted. Whether an action by the
applicant constitutes lack of due: -',
diligence will be determined by the
facts and circumstances of each case.'
Since lack of due diligence is '.
determined on a case-by-casebasis, it ,_,
would not be possible to list all
circumstances in the rule. Examples of
acts which will constitute prima facie
evidence of lack of due diligence are: (1)
abandonment of the" application during
appellate review; and (2) suspension of
action under § 1.103(.) during appellate
review. '. ; ""'-.' _. .

137. Comment: One comment
suggested that guidance be'provided iIi·'
the comments to the Notice of Final
Rules identifying in what circumstances
is a patent issued "pursuant to an :.:; .".
appellate decision reversing an adverse,
determination of patentabllity.". - " .

Several comments questioned .
whether the reversal of all rejections on
one of several appealed claims would
entitle applicant to an extension under.
§ 1.701(a)(3). Two comments suggested
that the rule be redrafted to allow
appropriate extension of term where the
Board or a court reverses at least "in ',':
part." , . '.' '" . " .:-,~~,,:.,..

Response: Extension of patent term
under § 1.701(a)(3) is applicable if all
the rejections of anyone claim are
ultimately reversed. The rule is clear
and no clarification is needed.

138, Comment: One comment stated
that § 1.701 does not address the .
situation where applicant appeals with
both allowed and rejected claims. In .
such case, patent term extension should
be available for any claims that were
allowed prior to appellate renew, if the
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allo w ed claims were in the same 20220
application, whether Or not the decision resulting time period may not be more
of the examiner on the rejected claims than five years.
is ultimately reversed. Applicant should 141. Comment: One comment
not have to refile the allowed claims suggested that the Commissioner
and rejected claims in separate cases in identify a, senior person who is charged
order to take advantage of the patent with approving all reductions in
term extension. extension of patent term rather than

Response: If applicant chooses to keep leaving the decision to the examiner or
the allowed clVms with the rejected the SPE.
claims in the application on appeal. One comment questioned who will
patent term extension pursuant to 35 make the calculation cifthe"period of .
U.S.c. 154[bJ(2) is only available Ifa.'. patent term extension under § 1.701 and
patent was issued pursuant to a decision whether that calculation can be
reversing an adverse detarmlnaticncf challenged and by whom.. ." .. , '.
patentability and if the patent is not R.esponse: It is contemplated th~.t the
subject to a terminal disclaimer due to. penod of patent term extension : '
the issuance of another patent claiming calculated and any reduction in the
subject matter that is not patentably extension of patent term will not be .
distinct from that under appellate : , made by an examiner. It is noted that
review. If the appellate review is not the period of patent term extension will
successful. applicant will not beentitled be identified in the Notice of Allowance
to patent term extension. and Issue Fee Due and if applicant

139.. Comment: One comment . disagrees with the period, applicant .
questionedwhether t~~ phrase "if the may request further review by way of a
patent is not subject to a terminal.' petition under §.1.181. If an error ls. ,
disclaimer" in § 1.70~(a)(3) is .in~~nded noted after the patentissues-patentee or
'to be limited to those applications in any third party may seek correction of
which a terminal disclaimer has the period of patent term extension
actually been filed or encompass those granted by filing a request for a·····;
app lications in which a double Certificate of Correction pursuant to

-petenting rejection has been made and § 1.322. ' •C'

a terminal dlsclaimecsuggested by an 142. Comment: One comment
examiner. I questioned. whether a challenge to the

Response: The calculation of any period of patent term extension' . .
applicable extension under § 1.701 will calculated by the PTO under § 1.701,:
be made prior to the mailing of the , would be required to be made within a
Notice of Allowance and Issue Fee Due. fixed period. .
At that time, any double patenting Response: No. However, the longer.
rejection would have been resolved and applicant delays filing a petition under
a terminal disclaimer would have been § 1.181 challenging the period of

'.' filed if one was required.. extension calculated by the PTa. the
:., <140. Comment: One comment stated less likely any errer will be corrected

thal § 1.701(d)(1) is inconsistent with 35 before the patent is issued with the error
U.S.c. 154[b)(2) and [b)(3). because the printed on the patent. If the patent
period of extension for appellate review issues with an incorrect period of
would be calculated under § 1.70l(d)(1) extension. applicant should file a

. -by ~rst subtracting the perio~ of. .. request for a Certificate of Correction

. ; appellate review occurring within three pursuant to § 1.322 instead of a petition
years of the filing date before tbe five- under § 1.181.
year limit is imposed. It is suggested. 143. Comment: One comment
that § 1.701 be modified to be consistent suggested that § 1.701(d)(2) be amended
witb 35 U.S.c. 154(b)(2) which requires to require PTO to notify applicant in
the five-year limit to be imposed before writing of any intent to reduce the term

.: the subtraction, forappellate review ,... extension for lack of due diligence, _
Occurring within three years of the filing stating the specific basis. and provide

.date. . applicant with a reasonable opportunity
. . . . '. . to respond. .•• .,: '.. '.
,Re~po~se.:Thes~ggestlOn~as not. Response: The suggestion hasnot

!-n a?opted. ~ction 1.70115 nct :.. been adopted. The period ofpalent term
inconsistent WIth 35 U.S.C. 154[b)(2) .' extension 'will be identified in the
and [b)(3). The period of extension Notice of Allowance and Issue Fee Due
referred ~o in 35 U.S.C. 154[b)(2) is and if applicant disagrees with the
defined m 35 U.S.C. 154[b)(3). . period. applicant may request further
Therefore. one mu~t detemune the . review by way ofa petition under ~.
period of extens.io~.in~5.U,~..C,:", §1.181.·.. ".,

,·154[b)(3)(A), then reduce that period by 144. Comment: One comment
the time determined in 35 U.S.c. .: , '. suggested that a cover sheet fer use in
154[b)(3)(B)and [b)(3)(C).Then, '. recording assignments be included in
according to 35 U.S.c. 154(b)(2). the the final rules package as an addendum.
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Response: The suggestion has not
been adopted. A sample cover sheet for
use in recording assignments was
puhlished as Appendix B in the Federal
Register on July 6.1992. at 57 FR 29634
and in the Official Gazette on July 28•.
1992. at 1140 orr. Gaz. Pal. Office 63
and may be obtained from Assignment
Branch.

Other Considerations

This final rule change is in conformity
with the requiremenlsofthe Regulatory
Flexibility Act. 5 U.S.C. 601 et seq.. :
Executive Order 12612. and the .
Paperwork Reduction Act of 1980. 44- .
U.S.c. 3501 et seq. This final rule has
been determined not to be significant for
the purposes of E.O. 12866...

The Assistant General Counsel for
Legislation and Regulation of the .
Department of Commerce has certified
to the Chief Counsel for Advocacy. :, .
Small Business Administration, that
theseIinal rule changes will not havea
significant economic impact on' a
substantial number of small entities, .
(Regulatory Flexibility Act. 5 U.S.C.
605[b)). The principal impact of these
changes is to provide a procedure for
domestic applicants to quickly and ,.
Inexpensively file a provisional
application. Tbe filing date of the'
provisional application will not be used
to measure the term of a patent granted
on an application which claims the .
earlier filing date of the provisional
application. .. , :

The Patent and Trademark Office has
also determined that this notice has no
Federalism implications affecting the
relationship between the· National
GOvernment and the States as outlined
in E.O. 12612.

These final rules contain collections
of information subject to the
requirements of the Paperwork
Reduction Act (Act). The provisional
application bas been approved by the
Office of Managemenl and Budget under
control.numbers 0651-{)031 and 0651­
0032. The cover sheet is approved under
OMB control number 0651-{)037. The
cover sheet is necessary to expedite the
processing of a provisional application
and improve quality. Public reporting
burden for the collection of information
on the cover sheet is estimated to
average 12 minutes per response, :;c,:j
including the time for reviewing
instructions, searching existing data
sources, gathering and maintaining the

. data needed. and completing and
reviewing the collection of information.
Send comments regarding this burden.
estimate or anyo'ther aspect of this .- ...
collection of lnlormatica, including _
suggestions for reduntlg the burden to
the Office of Assistance Quality and .:

4-27-95 BNA's Patent, Trademark & Copyright Journal
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3. Section 1.9 is amended by revising
paragraph (a) to. read as Collows:

(il The filing of all pro:"ision,,1
applications and any eomrnunicatione,
relating' thereto should be additionally"
marked "Box Provisional Patent
Application,n'

· Administrative practice and
procedure, Inventions and patents";
Reporting and record keeping
requirements., .. _ .

For the reasons 'set forth in the'
preamble. 37 CFR Parts 1 and 3 are
amended as follows:

PART l::"RULES'OF PRACTICE IN
PATENT'CASES. . ·.'k' .

I

ft l

o

I
,

;-;'j
. ::.~.~:':.
,-..,;:;.

•

..

•

•••
(h) For filinga petition.to the

Commissionerunder a section
.·listed below which refers to this .

. paragraph 130.oo
§ 1.47-Cor filing by other than all the

inventors or a person not the . .' ,.
inventor: :--

7. Section 1.17 is amended by revislng
paragraphs (h) and (il, and by adding
new paragraphs Iql. (r) and (s) to read
as follows:

§ 1.17 Patent application processing fees.

[whether independent or dependent] in
excess of 20 [Note that § 1.75(c) .
indicates how multiple"dependent
claims are considered fur fee calculation
purposes.]: ,.>.- ··jl:

By a ~m,IJl entity {§ 1.9(fl} , ;.11.00
By other than a small entity -:..':: "".22.00

- '" assignee or \_. .'

•

•

·., .

•

•

•

•

•

•

•

•

•

•

•

6. Section 1.16 is amended by revising
paragraphs (a) through (g)and by adding
new paragraphs (k) and (I) to read as
fellows: .

§ 1.16 NationalappllcaUon filing 'ees,
(a) Basic fee for filing each application

for an original patent. except" t

provisional, design or pJant
applications: -::
By a small entity (§ 1.9(01: ;.: : :S3~5.OO
By other than asmall entity , ...:;'~.730.00

.(h) In-addition'l;' the b~sic filing fee
in an original application. except . .
provisionaJ applications. for filing or
Jater presentation of each independent
claim in excess of.3: .,' .. .
Bya small entity (§ t.9(0) : 38.oo
Byother than a small entity 76,00

(c) In addition to the basic filing Cee
in an original application, except
provisional applications. for filing or .
later presentation of each claim -

(c) Any request by a member of the
public seeking copies of any assignment
records of any pending or abandoned
patent application preserved in secrecy
under § 1.14, or any information with
respect thereto, must" ., ' ... :",- .'<, -."

(1) Be in the Corm of a petition '
accompanied by the petition fee set
forth in § 1.17(1), or

(2) Include written authority granting
access to the member of the public to
the particular assignment records from.
the applicant or applicant's assignee or
attorney o.ragent of record. ~. '.

5. Section 1.14 is amended by revising
paragraph [e] to read as follows;

§ 1.14' Patent appucattons preserved In
secrecy.

20221 ':;
application otter compliance with 35
U.S.C.371.

4, Section 1.12 is aril't'nded by revising
paragraph (el to read as follows:

§ 1.12 Assignment records cpen to public
inspection.

BNA's PATENT, TRADEMARK & COPYRIGHT JOURNAL

(d) In addition to the basic filing fee ..
in an original epphcnttori. e.xcept.,~;-.' ,:.
provisional applicctlons. if the. "";':
application contains. or is amended to
contain. a multiple dependent clelrnls),
per application: .',' ',' . .

Bya small entity (§ 1.9(01 ,' 120.00
By other than a small entity :..2-\0,00

. (ICthe additional Cees required by;'
paragraphs (h), (c). and (d) of this'" .
section are not paid on filing or on later
presentation of the claims for which the
additional Cees are due, they must be .
paid or the claims canceled by
amendment. prior to the expiration of
the time period set for response by the
Office in any notice of fee deflciency.)

[e] Surcharge Cor filing the basic filing
fee'or oath or declaration 'on a date later
than the filing date of the application.
except pr'~visionaJappljcatlons; -t.

. (e) Any request by a member of the . Bya small entity (§ 1.9(01 : :65:00
public seeking access to, or copies of, By other than a small entity " l.~O.OO

any pendi~gor abandoned application (0 Basic fee Cor filing each design
preserved In secrecy pursuant to -:. application: : ~- .
paragraphs (a) and (h) of this section. or . . ." .' '.'
any papers relating thereto. must" . By a small enhty (§ 1.9{f)~ : :.: ~h:.:.1SO.OO

{l} Be in the Conn of a' petition and be By 0tI:er than a small entity , 3~:OO

accompanied by the petition Iee set; (g] Basic fee Cor filing each plant
forth in § 1.17(0, or , application. except provisionaJ

(2) Include written authority granting applications:
access to the member of the public in Bya small entity (§ 1.9(0)....'., c: .. 245.00
that particular appllcaticn from the." Byother than a small entlty-, •. 490.oo
applicant or the appllcant's assi .
attorney or agent of record.: (k)''Ba' • " '.fil; . ch . ' ..SIC ree lor mg ea _

provisional applic~tion: . -:
Bya small entity (§ 1.9(01 ..; ,..: 75.00
By other than a small entity ,.., 150.00

(1) Surcharge Cor filing the basic filing
fee or cover sheet (§ 1.5l(a)(2)(i)) on a
date later than the filing date of the
provisional application:"
Bya ;~all entity (§ 1.9(0): ::,.; ;.; 25.00
"Byother than a small entity' .. 50.00
. . -.' ;' •... -*' - -. ,;. " . '.

••

e " •

••

• •

•

•

Enhancement Division. Patent and
Trademark Offi~Washington. D.C.
20231. and to the Office of lnformalion
and Regulatory Affairs. Office of. .
Mamigement and Budget, weshlngton;:
D.C. 20503 (ATTN: Paperwork
Reduction Act Projects 0651-0031,
065HJ032. and 0651-0037),"

List of Subjects

37 CFR Port 1., ,.';c': 'c';

, . Administrative practice and
procedure. Courts. Freedom of .'
Information. Inventions and patents.. ".;
Reporting and record keeping:. ;.'.'".
requirements. Small businesses> -

37 CFRPart3. . ".

1. The'~uthorlty citaii'ori Cor'37 CFR .
Part 1 continues to read as follows:

Authority: 35 V.S.C: 6 ~~less otherwise
noted." :,"

2. Section 1.1 is ~;"~n&d by adding
new paragrapb (il to read as Icllows.

§ 1.1 All 'coin~unleatfons to be addreSsed
to CommlssJoner of Patents and' '.
Trademarks.

§ 1.g Definitions.

(a)(1) Anatibnal application as used
in this chapter means a u.s. application
for patent which was either filed in the
Office' under 35 U.S.C. 111-, or whtch;

. entered the national stage from an:
international application after
compliance with 35 U.S.C. 371,

(2) A provisional application as used
in this chapter means a U.S. national
application Cor patent filed in the Office
under 3~ U.S.C. 111(b)...
. (3) A nonprovislcnal application as

used in this chapter means a U.S,
national application'Ior patent which
was either filed in iii. Office under 35
U.S.C l11(a). or which entered the
national staga from anInternational
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§ 1.48 correcucn erInventorshlp.·
(a) If the correct inventoror inventors

arenot named in anonprovislonal
application through error without any
deceptive intention on the partof the
actual inventor or inventors, the
application may be amended to name
only the actual inventor' or inventors.
Such amendment rriust bediligently .
made and mustbeaccompaniedby:

(1) A petition including a statementof
fads verified by the original named
inventoro·r inventorsestabllshlng when
the error without deceptive intention.
was discoveredand how it occurred;'

(2) An oath or declaration by eacb
actual inventor or inventorsas required
by § 1.63; '.. _ .

(3) The fee set forth in § 1.17(h); arid
. (4) The wrilten consent of any

assignee.When theapplicetlonIs
involved in an interference, the petition
shall comply with the requirements of
this section and shall beecccmpenled .
byamotionunder§1.634..,.,-. " >~.

.(b) If the correct inventors are named
in the nonprovislonal appltcetionwhen
filed and the prosecution of the
application results in the amendment or
cancellation of claims so that less than
all of the originally named inventors are
the actual inventors ofthe invention .
being claimed ill lh.ajlp.Iication. an .
amendment shall bellleddeletIDg the
names of the person or persons who are

10. Section 1.45 paragraph (c) is
revised to read as follows:

(c) If multiple inventors ~renam.id i~.
a nonprovishnal application.each ­
named. inventormusthave made a .
contribution. individually or jointly, to
the subjectmatter ~f at le~st one claim
of the application and the epplication
will be considered to be a joint .
application under 35 U.S.C. 116. 'lf .:
multiple inventorsarenamed in a
provisional application. ,each named.
inventormust have madea ;' " '. ,:,. ,
contribution. individually or [ointly, to:
the subjectmatter disclosed in the . ,.
provisionalapplicationand the
provisionalapplicationwill be .
considered to bea jointapplication
under as U.S.C. 116. ..

11. Section 1.48 is revised to readas
follows: .

is still proper and desired.Once status
as a small entity has been established in
an application or patent. the status
remains in the applicationor patent.
without the filing of a further verified
statement pursuant to § 1.27 of this part
unless the Office.is notified of a change
in status.

•

..•

•

•

•

•

•

9. Section 1.28 is amended by revising
paragraph (a) to read as follows:

§ 1.28 Effect on fees 01 fall~;~ to establish
status, or change status, as a smaH entity.

(a) The failure to establish statusas a
small entity (§§1.9(f) and 1.27 of this
part) in any application or patent prior
to paying,or at the time of paying, any
fee precludes payment of the fee in the
amountestablished for small entities. A
refund pursuant to § 1.26 of this part•.
based on establishment of small entity
status.of a portion of fees timely 'paid
in full priorto establishingstatus as a
small entity may only be obtained if a .
verifiedstatement under § 1.2,7.~nd a
request for a refund of the excess ',' .
amount are filed withintwo months of
the dale of the timely payment of the
full fee. The two-month time period is.
not extendable under § 1.136. Status as
a small entity is waived for any fee by
the failure to establish the status prior.
to paying. at the time of paying. or . .
within two months of the date of ..
payment of. the fee. Status as a small
entity must be specifically established
in each application or patent in which
the status is availableand desired.
Statusas a small entity in one
application or patent does not affect any
otherapplication or patent. including
applicationsor patents which are
directly or indirectly dependent upon
the application or patent in which the
status has been established. A , .' . :'
nonprovisionalapplication Claiming
benefit under 35 U.S.C. 119(e), 120. 121,
or 365(c) of a prior application may rely
on a verifiedstatement filed in the prior
application if the nonprovisional
application includes a reference to the
verifiedstatement in the prior :';,,::i·,.
application or includes a copy.of the
verified statement in the pnar .
application and status as a small entity

•

•
{ll For processing and retaining any

application abandoned pursuant to
§ 1.53(d]C1} unless the required
basic filing fee has been paid $130.00

20222
§ 1.53Ibj(1) to a provisional
application

lrl For entry of a submission after
final rejection under § 1.129(a):
Bya small entity l§ 1.9(0) 365.00
By other than a smallentity - 730.00

(sl Foreach additional invention
requested to be examined under
§ 1.129(b):
By a small entity (§ 1.910) 365.00
By other than a small entity 730.00, ',' .

8. Section 1.21 is amended by revising § 1~45 Joint InYe!"ltors. ~
paragraph (1) to read as follows:. •

§ 1.21 MI~llaneou. fees and charges.

. :', ';:' :''l .',' "',, ,~, .. ,
Iql ForIlllng'a petition tothe "

Commissionerundera section
listed below which referstothis
paragraph 50.00

§ 1.4&-for correction of inventorship in
0"provisional application .

§ 1.53-to' a'cc.grd a previsional
application a filing date or to
convert an 'applicationfiled under

§ 1.43-for correction of inventorsbip.
except inprovivicnul applications

§ 1.84-for accepting color drawings or
photographs

§ 1.182-for decislon on questions not
specifically provided for

§ 1.183-10 suspend the rules
§ 1.295-for review of refusal to publish

a statutory invention registration
§ 1.377-for reviewof decision refusing

to accept and record payment of a
maintenance fee filed prior to
expiration of patent

§ 1.376(e)-for reconsideration of
decision on petition refusing to .
accept delayed payment of _
maintenance fee in expired patent.

§ 1.644(e)-for petition in an
interference

§ 1.644(o-for request for .
reconsideration of a decision on
petition in an interference.

§ 1.666(O)-fo< late filing of Interference
settlement agreement

§§ 5.12, 5.13 and 5.14-for expedited.
handling of a foreign filing license

§ 5.15.,.-'for changing the scope ofa
license .. .'"

§ S.25-for retroactive license
(i) For filing apetition tothe

Commissioner undera section
listed below which refers tothis
.peragraph . ~., 130.00

§ 1.12-for access to an assignment
record .

§ 1.14-for access to an application
§ 1.S3-to accord a filing date. except in

provisional applications
§ t.ss--tor entry of late prioritypapers
§ 1.60-to. accord a filing date
§ t.sz-s-toaccord a filing date
§ 1.97(d~to consideran information

disclosure statement
§ 1.102-10 make application special
§ 1.103-to suspend action in

. 'applicatlon
§ 1.in-:"for divisional reissues to issue

. separately
§ 1.312-for amendment afterpayment

of issue fee
§ 1.313-to withdraw an application
,-:~·!'from issue

.-§ 1.314-to defer issuance of a patent
§ 1.666(b)-for access to interference

.'set,tlemei'lt agreement ..
§ 3.81"::':'for patent to issue to assignee,

.. " 'assignment'submitted after 'payment
'. o!.theissUli'Iee'·· , ,.

:,. '1-:' ;,;,;' ," .• l:~'·:.~,:~ ~). .'....' :',: ::": ',-

TEXT
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13. section 1.53 heading and '
paragraphs (a) through (e) are revised to
read a's follows:

20223 '. . ' supplying the names should be excused.
(IV)The prescribed filing fee. see A continuation or divisional application

§ 1.16. - . . (filed under the conditrons specified in
(2),A ~omplete provisional.; " 35 u.s.c, 120 or 121 and § 1.78(a)) may'

application filed under § L53(bJ(2) be filed under this section. § L60 or
cO~1prises: .. . § 1,62. A continuatlon-In-part

(I) A co\'crs~eet.ldentlf)'~ng:,.,. ': application may be filed under this
(A~The apr.hca~lOn as,a ~ro\'l.slOnal section or § 1.62. '."

apphcation. ' '. ' " .' .
(8) The nameornernes of the inventor , (2) The filing date of aprovisional

or inventors. (see § 1.41). .r ( application is the date on which: a'
(Cl The residence of eachnamed specification as prescribed by 35 U,S.C.

inventor, 112. first paragraph-and any drawing
(D)The title of the invention, required by § 1.8I(a), are filed in the,
(E) The name and registration number Patent and Trademark Office in the

of the attorney or agent (if applicable). name of the actual inventor or Inventors
(F) The docket number user! by the as required by § 1.41. No amendment.

person filing the application to identify other than to make the provisional
the application (if applicable). application comply with all applicable

(G)The correspondence address, and regulations, may bemadeto the .. _ f',

{H)The name of the U.S. Government provisional appllcatlonafter the filing"
agency and Government contract. date of the provisional application. If all
number (if the invention was made by the names of the actual inverilor or , .
an' agency of the U.S. Government or inventors are not supplied :wI)~n the :
under a contract with an agency of the specification and any requireddrawing
U.S. Government): are filed; the provisional application

. (ii) ~ specification as prescribed by 3,~ will not be given a filing date earlier.
U.S·G·112. first paragraph, s~e § 1.71;' than the dateupon which thenames are

(iii) Drawings. when ~ec~ss~.see supplied unless a petition with the fee
§§ 1.81 to 1.85: and . set forth in § 1.17(q) is filed which sets

{iv] The prescribed filing fee. see forth the reasons the delay Insupplying
§ 1.16.' ':':" .' . the names should be excused." ~,:.:

(bfApplicants are encouraged to file' (i) A provisional application, must
an information disclosure statement in 'also include a cover sheet identifying
nonprcvisional applications. See §§ 1.97 the application as a provisional ".'- "
and 1.98. No infonnation disclosure application. Otherwise. the application
statement may be' filed in' a provisional will be treated as an application filed ~

application. -' .. under § 1.53(b)(l)~ ':, ",
.. ..~") ... '.. (ii) An appllcatlcn.for patent filed

under § 1.53(b)(1) may be treated as a
provisional application and beaccorded
the original filing date provided that a
petition requesting the conversion. with
the fee set forth in § 1.17(q). ls filed
prior to the earlier of the abandonment
of the §1.53(b)(1) application. the' "",
payment of the issue fee. the expiration
of 12 months after the filing date of the
§ t.53(b)(1) application. or the filing of
a request for a statutory invention,
registration under § 1.293. The grant of
any such petition will not entitle
applicant toa refund of the fees which
were properly paid in the application
filed under § 1.53(b)(I). ..

(iii) A provisional application shall
not be entitled to the right of priority :
under § 1.55 or 35 U.S.C. 119 or 385(a)
or to the benefit of an e¥l.ier;·~ling date
under § 1.78 or 35 U.S.C. 120,121 or.
365(c) of any other application. No .
claim for priority under § 1:,78(a)(3) may
be made in a design application based
on a provisional application. No request
under § 1.293 for a statutory invention
registration may be filed in a provisional
application. The requirements of
§§ 1.821 through 1.825 regarding
application disclosures containing
nucleotide and/or amino ad,P. sequences
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not inventors or the invention being ..
claimed. The amendment must be '
diligently made-end shall be,
accompanied by:'"",,:,-,:,,_ i':'" '.0' "-,,

(1) A petition including a slatement
identifying each named inventor who is
being deleted and acknowledging that
the inventor's invention is no longer
being claimed in the application; and

(2) The fee set forth in § 1.l7(hj. '
, (c) If a nonpruvisicnal application ­

discloses unclaimed 'subject matter by
an inventor or inventors not named in
the application. the application may be
amended pursuant to paragraph (a) of
this section to add claims to the subject
matter and name the correct inventors
for the application. ' ,
, (d) If the name or names of llI1' '

inventor or Inventors were omitted ina
provisional application through error
without any deceptive intention on the
part of the actual inventor or inventors.
the provisiona! application may be
amended to' add the name or names of
the actual inventor or inventors. Such
amendment must beaccompanied by: .

(1) A petition including 'a statenient
that the error occurred without
deceptive intention on the part of the
actual inventor or inventors; which
statement must bea verified statement
if made by a person not registered to
practice before the Patent and
Trademark Office;and, '

(2) The fee set forth in §,t,17(q).
". , (e) Ifa pe~on or persons were named
as an inventor or Inventors in a' .
provlslonal applicatlon through B.rror
without any deceptive intention, an
amendment may be filed in the
provisional application deleting the
name ~r names of the pe~o~ or persons
who were errcneously narned. Such

, amendment must be accompanied by:
'(1) A petition including a statement of

facts verified by the person ~r persons
. whose name or names are being deleted
establishing that the error occurred

. without deceptive, intention;' _.
(2) The fee set forth in § 1.l7(q); and
(3) The written consent of ~ny

assignee. ".' .', .', ~'
12. Section 1.51 is amended by

revising paragraphs (a) and (b) to read
as follows: .

§ 1.53· Application number, filingdate. and
completion of application..

(al Any application for a patent
received in the Patent and Trademark
Office will be assigned an application
number for identification purposes.

(b)(11 The filing date of an application
for patent filed under this section,
except for a provisional application. is
the date on which: a specification
containing a description pursuant to
§ 1.71 and at least one claim pursuant to
§ 1.75; and any drawing required by'
§ 1.81(a), are filed in the Patent and
Trademark Office in the name of the

§ 1~51 General requlsltes of an ~pplleat:lon: actual inventor or inventors as required
(a) Applications for patants must be . by § 1.41. No new matter may be .

made to the Commissioner of Patents introduced into an application after its
and Trademarks. '. filing date (§1.118). If all the narries of

(1) A complete applicatlonfiled tinder the actual inventor or inventors are not
§ l.53(b)(1) comprises; '-' '. • ' , . supplied when the specification and,

" (i) A speclficalion, iiicluding aclalm any required drawing are filed, tha
or claims, see §§1.7110 1.77; , application will not be given a filing

(ii) An Oath or declaration. see §§ 1.63 date earlier than the date upon which
and 1.68;' v " . the names are supplied unless a petition

(iii) Drawings, when necessary. see with the fee set forth in § 1.17(i) is rued
,§§ 1.81 to 1.85; end. which sets forth the reasons the delay in
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arc not mandatory for provisional
applications, "

[c] lf any application is filed without,
the specification, drawing or name, or
names, of the actual inventor or :
inventors required by paragraph (b)lJl
or (b)l2) of this section. applicant will
beso notified and given a time period
within which to submit the omitted
specification. drawing, name, or names,
of the actual Inventor. or inventors, in
order to obtain a filing date as of the '
date of filing of such submission. A
copy of the "Notice of Incomplete '
Application" form notifying the'
applicant should accompany any'
response thereto submitted to" the Office.

'If the omission is not corrected within
the time period set. the application will
be..returned or otherwise disposed of;
the fee. if submitted. will be refunded"
less the handling fee set forth in,. '
§ 1...~,1(n). Any request "for re~ie\ ... 'of a
"refusalto accord a~ applicat.ion afiling
.date must be by way of apetition:" .
'accompanied bythe "fee setIorth in
§ 1.17(i).if theapplication was filed'
under § 1.53(b)(l). or by the fee set forth
in § 1.17(q). if the application was filed
under § 1.53(b)l2). ... .'

~:'-.: ': '. .

(d)(l) If an application which has
been' accorded a filiqg date pursuant to
paragraph (b)(l) of this section does not
include the appropriate filing fee or an
oath or declaration by the applicant.
applicant will be so notified, if a
correspondence address has been
provided and given a period of time
within which to file the fee, oath, or .
declaration and to pay the surcharge as
.setfotth in·§ l,16{e) in order to prevent
abandonment of the application. A copy
of the "Notice to File Missing Parts"

.form mailed to applicant should
accompany any response thereto .
suhmitted to the Office. If the 'required
filing fee is not timely paid. or if the

~'proc:~ssingand retention fee set forth in
§ 1.21(1) is not paid within one year of .
the date of mailing of the notification
required by this paragraph. the .
application will be disposed of, No
copies will be provided or certified by
theDfflce of an application which has
been disposed of or in which neither the
required basic filing fee nor the .•.
processingand retention fee has been
paid, The notification pursuant to this

'paragraph may be made strnultanecusly
with any notification pursuant to
paragraph (c) of this section. If no ..

. correspondence address is included in
the application. applicant has two
months from the filing date to file the

i basic filing fee. oath or declarationand
to pay .the surcharge as set forth in.: ..
§ 1.16(e) in order to prevent.

. abandonment of the application: or, if
no basic filing fee has been paid, one

4-27-95
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year lrom the filing date to pay the
processing and retention fee set forth in
§ 1.21 (I) to prevent disposal of the
application, .

(2) If a provisional application which
has been accorded a filing date pursuant
to paragraph (b)(2) of this section does
not include the appropriate filing fee or
the cover sheet required by § 1.51(a)(2) •.
applicant will be so notified if a
correspondence address has been
provided and given a period or time
within which to file the fee, cover sheet
and to pay the surcharge as set forth in '
§ 1.16(1) in order to prevent '.
abandonment of the application-, Acopy
of the "Notice, to File Missing Parts"
form mailed to applicant should
accompany ~ny response thereto
submitted to the Office. If the required

. filing fee is not timely paid, the
application will be disposed of. No ..
copies will be provided or certified by
the Office of an application which has'
been disposed of or in which the .
required basic' filing fee has not been .'
paid. The notification pursuant to this'
paragraphmaybe made simultaneously
with any notification pursuant to
paragraph (c) of this section.lfno.·
correspondence address is included in
the application,'applicant has two .
months from the filing date to file the
basic filing fee. cover sheet and to pay
the surcharge as set forth in § 1.16(1) in
order to prevent abandonment of the
application, '. _... ' ~

. (e)(l) An application for a patent filed
under paragraph (b)(l) of this section,
will not he placed upon the files .r~r .
examination until all its required parts.
complying with the rules relating '.
thereto, are received. except that certain
minor informalities may bewaived
subject to subsequent correction
whenever required. . :,i' ; .';; 0

(2) A provisional application for a
patent filed under paragraph (b)(2) of .
this section will not be placed upon the
files far examination and will become
abandoned no later than twelvemonths
after its filing date pursuant to 35 U.S.c.
11l(b)(1)..

, ,. . * * *
14. Section 1.55 is revised to read as

follows:

§ 1.55 Clalmfor forolgn pflorlly.·..• ,..~. ".
'(a) An apil1i~nt in a n6,np",Yis'io,nal.

application may daimthe benefit of the
filing date ofpne or maio prior foreign
applications under the'conditioris ..
specified in 35 U.S.c. 119(aHd) and"
172. The claim to priority need beIn no
special form and may be made by the"
attorney brage'iit if the foreign::' .'
application is referred to in the oath or
declaration as required by § 1.63. The
claim for priority and the certi fied copy
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of the foreign application specified in 35
U.S.C. 119(b) must be filed in the case
of an interference (§ 1.630), when
necessary to overcome the date of a
reference relied upon by the examiner,
when specifically required by the .
examiner, and in all other cases, before
the patentis granted. If the Claim-for
priority or the certified copy of the
foreign application is filed after the date
the issue fee is-paid. it must be
accompanied by a petition requesting
entry and hy the fee setforth in § 1.17(i).
If the certified copy filed is not in the
Englishlanguage. a translation 'need not
be filed except in the case of ' ....
interference; or when necessary to '. -;
overcome the date of a reference relied
upon by the examiner; or_when
specifically required by the examiner. in
which event an English language '
translation 'must be filed together with.'
a statement that the translation of the
certified copy is accurate. The statement
must beaverified statement if made by
a person not. registered to practice before
the Patent and Trademark Office:

(b) An applicant in a noriprovlsional
app Iicaticn may under certain
circumstances claim priority on the__ '..
basis of one,-o.r_mo'~ applications .for·an
inventor's certificate "in a 'country .' .
granting both Inventor's certificates and
pCl:tents. To claim the right of priority on
the basis of an application for an
inventor's certificate in such a country
under 35 U.S.C. 119(d), the applicant ,
when submitting a claim for such right"
as specified in paragraph (a) of this.
section; shall include an affidavit or '.
declaration.The affidavit or declaration
must' include a specific state'ment that.
upon an investigation. he or sheIs
satisfied that to the best of his or her
knowledge, theappltcant.when filing
the applicatlon for the Inventor's .
certificate, had the option to flle an .
applicationfor either a patent or an ~

inventor's certificate as to the subject .
matter o'f the identified claim or claims
fonning the basis for the claim or"
prtority.. .... . , .""', __ "

15. Section 1.59 is revised to"read as'
follows:

§ 1.59 Pap.rS~f application wlth'filing
date not to be returned.· ." ~ ,,' - .,

Pa;'~"; in an ~ppii~ti~llwhii:bbds"
received afiling date' pursuant (o§ 1.53
will not be returned for any purpose
whatever. If applicants have not .
preserved copies of thepapers. the
Office will furnish copies at the usual.
cost qf an:; application in which either
the required baslcfilingfee (§ L16) or;
if the application was1lled under
§ 1.53(b)(1), the processing and
retention fee (§ 1.21(1)) has been paid,

.._---_.~~ ------- -------_._-_.._-
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§ 1.6i. 'SuPPlecr1~ntaiOath or declaration;

•.'...- .~>. _. .~', '.~'.::, . ,>':',;' "

20, Section 1.78 is amended by
revising paragraphs (allt) and (a)(2) and
by adding new paragraphs (a)(3)and
(a)(4) to read as follows: '

§ 1.63 Oath or declaration.

[a] An oath or dcclqrarlon filed under
§ L51(.)(I)(ii) as Ii pari of ,a ", " ._
nonprovisional application' mu'sl:''.

(1) Be executed iri accordance with'
either § L65 or § 1,68: ,..

(21Identify the specificationto which
it is-directed: .':.' , : .:. " ,~ ... ,.:',

(3) Identify each. inventor and t.he .. ,
residence and countryof citizenship of
each inventor: and, .:: .:. ~,".~ ·c,'. '

(4)'State whether the'in\'entor is a 'soie
or joint inventor of the invention
clairned.. .
• •.. : .*,; •. :.. , • . . ::, .:

19. Section i.57 is amended by.
revising p~r3graph (b) to read as follows:

(b) Aiupplement.al oath or ""-"
declaration meeting the requirements of
§ 1.63 must be filed when a claim. is' .
presented for matter'originally shown 'or
described, but not substantially . ,.
embracedIn thestatement of invention
or claims originally presented or.when
an 'oath or declaration submitted in .
accordance with § 1.53(d)(l) aiter the
filing of the specification and any'
required.drawings specifically and
improperly refers to an amendment ;
which includes new matter. No new- .:
matter may be introduced into a
nonprovisional appllcatlon after. Its
filing date even if a supplemental oath.
or declaration is filed. In proper Cases,
the oath or declaration here required
may be made on Infcrrnatlonand belief
by an applicant other than the inventor.

I

I
I

~~

e'''i~:::'
~

i
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J

. ' ... .•

§ 1.78 Claiming benefit of ear1ie"fi'II~~'date
and cress-references tcother appucattcns.

(a)(1) A nonprovisional application
may claim an invention disclosed in one
or more prior filed copending', .
nonprovisional'applications' or ~. .__ :
international applications designating
the United States of America. In order
for a nonprovisional application to
claim the benefit of a prior filed ..
copending non provisional application
or international application designating
the United States of America, each prior
application must name as an inventor at
least one inventor named in the later
filed nonprovisional application and.
disclose the named inventor's invention
claimed in at least one claim of the later
filed nonprovisional application in the
manner provided by the first paiagraph
of 35 U.S.C. 112. In additi.2!1'each prior
application must be: •

17. Section 1.62 is amended by
reVising paragraphs (a) and (e) toreod as
follows: ., . "

18:SectlonUb is amimded bt:·
revising paragraph (a) to read as follows:

(e) An application filed und~; th'i~·
section will utilize the file wrapper and
contents of the prior application to
constitute the new continuation,
contlnuation-In-part. or divisional ...
applicatlonbut will be assigned a' new
application number. Changes to the
prior application- must be made in the
Iorm of an amendment to the prior
application as it exists at the time of
filing the application under this section."
No copy of the prior application or new
specification is required. Thefiling of
such a copy or specification will be. .
considered improper, and a filing date
as of the date of deposit of the request
for anappltcatlonunder this section ,',
will not be granted to' the application .
unless a petition with the fee set forth
in § 1.17(i) is filed with instructions to
cancel the copy orsp~ffiCation." ..
•.. '~ *"!•• ': ,.* t~
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filed. unless a petition with the fee set
forth in§ 1.17li) is filed which
sattsfactorlly explains 'the' delay in ffling
these Items. .

; "'" ".. ',' .. '::.... ',.1;
§ 1.62 File wrapper cQntin.uing proc~~ure -.

(a) A" continua·tr()n,·contiriuatio~.in~
part, or divisional application, which'
uses' the speclficatlon, drawings and ,', '.
oath or declaration from' a: prjor _ .. ,-,'
nonprovlslcnal application wbtch is ":
complete as defined by §L51(a)(t). and
which is to be abandoned. may be filed
under this section before the payment' of
the issue fee, abandonment of, or
termination of proceedings on.'the prior
epplicetlon.orefter payment of the
issue fee if a petit.ion under § 1.313(b)(5)
is granted in the priorapplication. The
filing date of an application filed under
this section is the date on which a
request is filedfor an application under
this sectlonIncludlng identification of:
the application number and the names,
of the' inventors named in the prior.'
complete application. If the
continuation, continuation-in-part, or
divisional application is filed by less.
than all the inventors named in the
prior application a statement must
accompany the application when filed
requesting deletion of the names of the
person or persons who are, not Inventors
of the invention being claimed in the
continuation" cO,ntinuation-in.part; 'o,r
divisional application. -; '.':'::,-. f.t; - .i.;
'* ,'~. ."; *- -v- ':-';:' .,,:'".:

See § 1.618 for return of unauthorized .
and improper ~ers: in interferences.

16. Section 1.60 is amended by··
revising the heading and paragraph (b)
to read as follows:' .> . :'., .'

§ 1.60 Oontlnuatlcn or divisional
application for Invention disclosed In a ."
prior ncnproetslcnal a·ppllcat.I~.n.: ,', "..' .:
~,i,t ~,' '/11 ."'/11 : •••. __ •• j, .'>v:··.·,·
. (b) An applicant mayomit signing of

the oath or declaration in a continuation
or divisional application (filed under
the conditions specified in 35 U.S.C.·
120 or 121 and § 1.78(a)) if: ... ...

(1) The prior appltcauonwas•.':' ,'"
nonprovisional applica~OIi'~d.8'. " ,"-"
ccmpleteepplicatiori asset forth ln ' ~
§L5t(a)(I); . ., <~--,: '
_ (2) Applicant indicates that the: .
.application is being filedpursuant to
this section and files a true copy of the..
prior complete application as filed
including thespeciflcatlon (with _",; ..
claims]. drawings, oath or qeClabition
showing the signature oi"a;njildication
it was signed, and anyamendments
referred to in the oathor declaration
filed to complete the prior application;

(3) The inventors named in the , .
continuation or_division:~18p'pIiCaiion'_
are the same or less than all the' .,
inventors named in the prior , '.
application: and . .. .': '.~'....

, . r j- .'

(4) The application is filed before the
patenting, Orabandonment of, Of". .

termination of prcceedlngs on the' prior
application. The copy ofthe prior
application must be accompanied by•.
statement that the applicationpapers :'.
filed are a true copy of the prior .
complete, appllcatlon. S~~. statement ,_
must beby the applicant or applicant's
attorney 'or agent and must be.a verified
statement if made by a person not '
registered to practice before the Patent
and Trademark Office .. Only, .'
amendments reducing the number of
claims. or adding a reference to the prior
application [§ 1.;'8(a)) will be entered
beforecalculating the filing fee and'
granting the filing date. If the . ,.,
continuation or divisional application is

'filed by less than all the inventorS c·

named in the prior application, a' .~.

statement must accor:nPanY the .. i

application when filed requ~sting:;' ..
deletion of the names of the person or
persons who are not inventors of the
invention being claimed in the ',::
continuation 01: dlvlsional application.
Except as provided Inparagraph (d) of
this section, if a true copy of the prior
application as filed is not filed With the
application or if the stat~ment that the .
application papers are a true copy is·'
ontitted, the application Will pot.b\J ..
given a filing·date earlier than the date
upon which the copy and statementare
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provisional application number
{consisting of series code and serial
number).

23."Section ·1,101 is amended by
revising paragrapb (a) to read as follows:
'.- ..':>',. ".' .,_.,

§ 1,101 . Order of examination,
(a) Nonprovisional applications filed

in the Patent and Trademark Office and
accepted as complete applications are
assigned forexaminationto the
respective examining groups having the
classes of inventions to .which the ...
applications relate, Nonprovisional
applications sball betaken Upfor.
examinationby the examinerto whom
they have been assigned in the orderin

(d) An informationdisclosure
statement shall be considered by the
Office if filed after the mailing date of
either 8 final action under § 1.113 or a
notice of allowance under § 1.311,
whichever occurs first, but before
payment of the issue fee, provided the
statementis accompanied by: .

(1) A certification as specified in
paragraph (e) of this section;

(2) A petition requesting
consideration of the infonnation
disclosure statement; and
. (3l The petition fee set forth in

§ 1.17(1),

(c) Where the drawings in a
nonprovisional application do not
comply with the requirements of
paragraphs (a) and (b) of this section,
the examiner shall require such
additional illustration within a time
period of not less than two months from
the date of the sending of a notice
thereof Such correctionsare subject to
the requirements of § 1.81(dl.

22, Section 1,97 is amended by
revising paragraph Idlto read as
follows:

§ 1.97 Filing orInformation disclosure
statement

•

•

•

•

•

••

•
24, Section 1,102 is amended by

revising paragraph (d) to read as
follows:

26. A'new, undeslgnated center .
heading and new section 1.129 are
added to Subpart B-National
Processing Provisions to read as follows:

Transitional Provisions

§ 1.129 Transltlonalprocedures for limited
examination after fina.1 rejectionand
restriction practice.

(a) An applicant in an application,
other than forreissue or a design patent,
that has been pending for at least two
years as of June 8, 1995, taking into
account any reference madein such
application to any earlierfiled
application under 35 U.S.C. 120, 121 .
and 365(c), is entitled to have a first
submission enteredand considered on
the merits after.final rejection under the
following circumstances: The"Office
will consider such a submission, if the
first submission and the fee set forth in
§ 1.17(r) are filed prior to the filing of an
appeal brief and prior to abandonment.
of the application, The finality of the _
final rejection.!s autcmatfcelly:," :.. _:
withdrawn uponthetimely filing of the
submission and payment of the fee set
forth in § 1,17(r), If a subsequent final
rejection is made in the application,"
applicant is entitled to bave a second
submission enteredand considered on
the merits after the subsequenllinal
rejection under the foUlll)'ing . .
drcumstances: The Office will consider
such~ submission, if the second
submission and a second fee set forth in

which they have baen filed except for
those applications in which
examination has been advanced
pursuant to § 1.102. See § 1.496 for
orderof examination of international
applications in the nationalstage.

§ 1.102 Advancement of examination.

(d) A petition to make an application
special on grounds otherthanthose
referred to in paragraph (c) of this .
section must be accompaniedby the .
petition fee set forth in § 1.17(i),

25, Section 1,103 is amended by
revising paragraph (a) to read as follows:

§ 1.103 Suspension of action.
(al Suspension of action by the Office

will be granted for good and sufficient
cause and for a reasonable time
specified upon petition by the applicant
and, if such cause is not the fault of the
Office, the payment of the fee set forth
in § 1.17(i). Action will not be
suspended when a response by the
applicant to an Office action is required.· ... .. . .

•

•

•

•

•

•

•

•

•

.. :,*

• •

•

•

•

•

21. Section 1.83 is amended by
revising paragraphs [a] and (c) to read as
follows:

§ 1.83 Content of drawing.
(a)The drawing in a nonprovisional

application must show every feature .of
theinvention specified in the claims.
However, conventional features
disclosed in the description and claims,
where their detailed illustration is not
essential for a proper understanding of
the invention, should be illustrated in
the drawing in the form of a graphical
drawing symbol or a labaled ..
representation (e.g., a labeled
rectangular box),

(i) Completeas set forth in
§ 1.511a)(1); or .

Oi} Entitledto a filing date as set forth
in § 1.53{b)(I), § 1.60 or § 1.62 and
include the basic filing fee set forth in
§ 1.16; or.· .

(iii) Entitled to a filing date asset
forth in § 1.53{h)(l) and hal'. paid
therein the processingand retention fee
set forth in § 1.21(1) within the lime
period set forth in § 1.53{d)(l). .

(2) Any nonprovisional application
claiming the benefit of one or more prior
filed copending nonprovistonal
applications or International .
applications designating the United
States of Americamust contain orbe
amended to contain in the Brsi sentence
of the specification following the title a
reference to each such priorapplication,
identifying it by application number
(consisting of the series code and serial
number) or international application
numberand international filing date
and indicatingthe relationshipof the
applications. Cross-references to other
relatedapplications may be madewhen
appropriate. (See § 1.14 (bl]. .
, {3) A nonprovisional application

other than for a design patent roay claim
an invention disclosed in one ormore
prior. filed copending provisional
applications. Since a-provisional
application can be pending forno more
than twelve months, the last day of
pendency may occur on a Saturday,
Sunday, or Federal holiday within the
Districtof Columbia which for
copendency would require the
nonprovislonal application to be filed
prior to the Saturday. Sunday, or
Federal holiday. In order for a
nonprcvlslonal application to claim the
benefit of one or more priorfiled
copen-ding provisional applications,
each priorprovisional application must
name- as an inventorat least one
inventor nam~d in the later filed

. non provisional application and disclose
the named inventor's invention claimed
in at least one claim of the laterfiled
nonprovisional application in the
mannerprovided bythe first paragraph
of 35 U,S.C. 112, In addition, each prior
provisional application must be:

(ilComplete as set forth in
§ 1;5l(a)(2); or . . . : .. '
: .Hil Entitled to a filing date as set forth
in § 1.53(b)(2) and include the basic
filing fee set forth in§ i.istk). " ..

(4) A~y nonprovisi~nal application .
claiming the benefit of one or moreprior
filed copending provisional applications

'must contain or beamended to' contain
-ln-Ihe first sentence of the specification
following the title a reference to each
such priorprovisional application,
identifying it as a provisional
application, and including the . ~'

"
.

.... ~.. '~.

e.''i'?
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§ 1.17(r) are filed prior to the filing of an
appeal brier ead prior to abandonment
of the application, The finalily of the
subsequent final rejection is
automatically withdrawn upon the
timely filing of the submission and
payment of the second fee set forth in
§ 1.17(r).'Any submission filed after a
final rejection made in an application
subsequent to the fee set forth in
§ 1.17(r) having been twice paid will be
treated as set forth in 5,1.116. A .
submission as used in this paragraph
includes, but is not limited to•. an _
information disclosure statement, an
amendment to the written description,
claims or drawings and a ns.w·'·· .
substantive argument or new 'evidence
in support of patentability., '. .
.' ,(b){l) In an application, other than for
reissue or a design patent, that has been
pending for at least three years as of
June 8. 1995; taking into account any
reference made in the application to any
earlier filed application under 3~ U.S.C.
120,121. and 365{c), no requirement for
restriction or for the' filing of divisional
applications shall be made or ,
maintained in the application after June
8.1995. except where: '
, ti) The requirement was first made in
the application or any earlier filed
application under 35 U.S.C. 120, 121
and 365(c) prior to Apry 8, 1995:

(ii) The examiner has not made a
requirement for restriction in the'
present or parent application prior to
April 8, 1995, due to actions by the
applicant; or _ '.

(iii) The required fee for examination
of each additional invention was not
paid. " ' "

(2) If the application contains more
than one independent and distinct
Inventlon arid a requirement for .
restriction or for the filing of divisional
applications cannot be made or '. '
maintained pursuant to this paragraph.
applicant will be so notified and givenatime period to:" ..

(0 Elect the invention or inventions to
be searched and examined; if no
election has been:made prior to the

" notice, and pay the fee set forth in
§ 1.17(s) for each independent and
distinct invention claimed in the
application in excess of one which
appllcant elects; , ":', " " '
, (ii) Confirm an election made prior to
the notice and pay the, fee set forth in
5 1.17(s) for each independent and
distinct invention claimed in the
application in addition to the ori~
Invention which applicant previously
electedjor . ' ' '!"

(iii) File a petition under this section
traversing the requirement, If the
required petition is mad in a timely
manner, the original time period for

ZUZZ7
electing.and paying the fee set forth in
§ 1.17(s) will be deferred and any
decision on the petition affirming or
modifying the requirement will set a
new time period to elect the invention
or in ventions to be searched and
examined and to pay the fee set forth in
§ 1.17(s) for each.,independent and
distinct invention claimed in the
application in excess of one which
applicant elects. '

(3) The additional inventions for
which the required fee has not been
paid will be withdrawn from' ,', '
consideration under § 1,142(b1. An
applicant who desires examination of an
invention so withdrawn from.
consideration can file a divisional
application under 35 U.S.C. 121.

(c) The provisions of this section sball
not be applicable to anyapplicatlon
filed after June 8. 1995.

27. Section 1.137 is amended by
revising paragraph (c) to read as follows:

§ 1.137 Revival of abandoned application.
•

(c) In all applications filed before June
8,1995. and in all design applications
filed on or after June 8, 1995, any'
petition pursuant to paragraph (a) of this
section not filed within six months of
the date of abandonment of the
application. must be accompanied by a
terminal disclaimer with fee under
§ 1.321 dedicating to the public a
terminal part of the term of any patent
granted thereon equivalent to the period
of abandonment of the application. The
terminal disclaimer must also'apply to
any patent granted on any continuing
application entitled under 35 U.S.C. 120
to the benefit of the filing date of the
application for which revival is sought.
* * * * *

28. Section 1.139 is added to read as
follows: '

§ 1.139 Revival of provisional application.

(a) A provisional application which
has been accorded a filing date and
abandoned for failure to timely respond
to an Office requirement may be revived
so as to be pending/or a period of no '
longer thantwelve months from its
filing date if it is shownto the" , '
satisfaction of the Commissioner that
the delay was unavoidable. Under no
circumstances will the provisional
application be pending after twelve
months from its filing date. A petition
to revive an abandoned provisional
application must be promptly filed after
the applicant is notified of. or otherwise
becomes aware of. theabandonment,
and must be accompanied by:

(1) The required response unless it
has been previously filed;

(2) The petition fee as set forth in
§ 1.17(1); and

(3) A showing that the delay was
unavoidabla. The showing must be a
verified showing ifmacle by a person
not registered to practice before the
Patent and Trademark Office,

(b) A provisional application which
has been eccorded a filing date and
abandoned for failure to timely respond
to an Office requirement may be revived
so as to be pending for a period of no
longer than twelve months from its
filing date if the delay was,
unintentional. Underno circumstances
will the provisional application be
pending after twelve months from its
filing date. A petition to revive an .,­
abandoned provisional application must
be: '

(1) Accompanied by the required
response unless it has been previously
filed; ,

(2) Accompanied by the petition fee
as set forth in § 1.17(m);

(3) Accompanied by a statement that
the delay was unintentional. The
statement must be a verified statement
if made by a person Dot registered to
practice before the Patent and
Trademark Office. The Commissioner
may require additional information .
where there is a question whether the
dela-ywas unintentional; and

(4) Filed either: ' " '
(i) Within onel"yearofthe date on

which the provisional application
became abandoned; or

(ii) Within three months of the date of
the first decision on a petition to revive
under paragraph (a) of this section
wbich was filed within one ye", of the
date on which the provisional
application became abandoned. :
, (c) Any request for 'reconsideration or
review of a decision refusing to revive
a provisional application upon petition

, filed pursuant to paragraphs (a) or (b) of
this section. to be considered timely"
must be filed within two months of the
decision refusing to revive or within.
such time as set in the decision. .

(d) The time periods set forth in this
section cannot be extended, except that
the three-month period set forth in
paragraph (b)(4)(ii) of this section and
the time period set forth inparagraph (c)
of this section may be extended under '
the provisions of § 1.136.

29. Section 1.177 is revised to read as
follows: ',' " '

§ 1.177 Reissue In dlvlstons.
The Commissioner may, in his or her

discretion, cause several patents to be
issued for distinct and separate parts of
the thing patented, upon demand of the
applicant. and upon payrnsat of the
required fee for each division. Each c,

r
l
~

';: '"

:'~,'.:~:;.-.:/
I,

t~
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32. Section 1.314 is revised to read as
follows:

§ 1.314 Issuance of patenl
If payment of the issue fee is timely

made, the patent will issue in regular
course unless the application is
withdrawn from issue (§ 1.313), or
issuance of the patent is deferred. Any
petition by the applicant requesting.
deferral of the issuance of. patent must
be accompanledby the fee set forth in
§ 1.17(i) and must include a showing of
good and sufficient reasons why it is
necessary to defer issuance of the
patent.

division of 8 reissue constitutes the
sublect of a separate specification .
descriptive of the part or parkOf the'
invention claimed in such division; and
the drawing mayrepresent only such .'
Part.or parts. subject to the provisions' .'"
of §§ 1:83 and ~.84 -, On filingdlvlsicnal
reissue applications. they shall be '''','
referred to the Commissioner. Unless
otherwise ordered by the Commissioner
upon petition and payment of the fee set
forth io § 1.17(i). all the divisions of a
reissue \vill issue simultaneously; lr" .
there is any controversyas to ,0J.18

division. the others will be withheld
from issue until the controversy is '
en'de<t unless' ilieCOniniisSiorie'r orders
_oth~rWise:' ::, .' , .' , '."'.::' ..

30: Section 1.3.12 is amended by
reVisin~paragraph (b) to read as Iollows:

§ 1.312 Amendments after allo\v3nce.::... ~;::
It :It ':It • -:It: ? 1. ~::";-,it l_;~' t~.··
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[c)(l) The period of delay under
paragraph [a)(I) of this section for an "­
application is the sum of the following
periods. to the extent that the periods "
are Dot overlapping: ..', .

(i) With respect to each interference in
which the application wasInvolved. the
number of days, if any, in the period
beginriing on the date the interference
was declared or redeclared to involve ..
the application in the interference and.
eriding on the date that the Interference
was terminated with respect to the
application; and
·(ii) The numberof days, if any; inthe
period beginning on the date :- .y, .~;

prosecution in the application was ::~

suspended by the Patent and Trademark
Office due to interference proceedings
under 35 V.S.c. 135(a) not involving the
application and ending on the date of
the termination of the suspension.

(2) The period of delay under
paragraph [a)(2) of this section for an
application is the sum of the following
periods. to the extent that the periods
are not overlapping:

(i) Tbe number of days. if any, the
application was maintained in a sealed
condition under 35 U,S.c. 181;

[ii] The number of days. if any. in the
period beginning on the date of mailing
of an examiner's answer under § 1.193
in the application under secrecy order
and ending on the date the secrecy order
and any renewal thereof was removed;

[iii) The number of days. if any. in the
period beginning on the date applicant
was notified that an interference would
be declared but for the secrecy order
and ending on the date the secrecy order
and any renewal thereof was removed;
and

(iv) The number of days, if any. in the
period beginning on the date of
notification under § 5,3(c} and ending
on the date of mailing of the notice of
allowance under § 1.311.

(3) The period of delay under
paragraph [a)(3) of this section is the
sum of the number of days, if any. in the
period beginning on the date on which
an appeal to the Board of Patent
Appeals and Interferences was filed
under 35 U.S.C: 134 .,,;rending on the
date of a final decision In favor of the
applicant by the Board of Patent

that is not patentably distinct from that
under appellaie review. .

(b) The term of a patent entitled to
extension under paragraph (a) of this
section shall be extended for the sum of
the periods of delay calculated under
paragraphsIcll t], [c)(2J:[c)(3) and [d) of
this· section, to the extent that these
periods 'are not overlapping. up to a
maximum 'of five years. The extension
will run from the expiration date of the
pate~t. "~,: . ',' .'. .

. ,; ",:' .,~.,

•

•

•

•

•

•

•

36. Section 1.701 is added to Subpart
F to read as follows: .

§ 1.701 Extension of patent term due to
prosecution delay.

[a) A patent, nther than for designs.
issued on an application filed on or after
June 8. 1995. is entitled to extension of
the patent term if the issuance of the
patent was delayed due to:

(I) Interference proceedings under 35
V.S.c. 135[a); and/or

(2) The application being placed
under a secrecy .order under 35 U.S.C.
181; andlor ,

(3) Appellate review by the Board of
Patent Appeals arid Interferences or by
a Federal court under 35 U.S.C. 141 or
145, if the patent was issued pursuant
to a decision reversing an adverse
determination of patentability and if the
patent is not subject to a terminal
disclaimer due to the issuance of .
another patent claiming subject matter

[b) If any party filing the agreement or
understanding under paragraph (a) of .
this section so requests. the copy will be
kept separate from the file of the .
interference. and made available only to
Government agencies on written
request. or to any person upon petition
accompanied by the fee set forth in
§ 1.17(i) and on a shnwing of good
cause.

§ 1.317 [Amended]' '.,.

35. Sedfori 1:666 is amended by
revising paragraph [b) to read as follows:

§ 1,666 Filing 01Interference settlement
agreements, "

[d) In~1I applications filed before
[une B, 1995. arty petition pursuant to
paragraph (b) of this section not filed ••.
within six months of the date of ­
abandonnient ofthe application-must
be'accompanied bya terminal ".:'
disclaimer withfee under § 1.321"
dedicat.iI1g-to"the public a terminalpart
of the Min ·af 8n'y patent granted .
tilereo~~eqliival~nt to the period of"
abandonment of the application. The
terminal disclaimer must also apply to
anypatent granted on 'any continuing·
application entitled under 35 U.5.C. 120
to thebcneflt Of the filing date of the',
application f6r 'which revival is sought.
'" :.' :: ..' :·('t",';:" It " ,,:, ..,'. .,:'

:·.:'-.r.•.,~·,·_.-,~,'(l:,~, .':' ',;:., "-r, ...
. 34. Se~tion·l.317 is amended by' •. " .

re'mov'ing"~h,d .re:~,ery.i:~g. '~ar~g~aph (d). ,

20228
33iSection 1.316 is amended by

revising paragraph (d) to rend as .
follows:

§ 1.316 Application abandoned for tauvre
to pay Issue ree. ,,:.(;. ··;"~i'';: ..' '_:

•••••

(b) Any amendment pursuant to' . ' .'
paragraph [a) of this sectionfiled after.
the date the issue fee is paid must be ".:
accompanied by a petltion Including the
fee set forth in § 1.17(i) and a showing.
of good and sufficient rea;soDs why the
amendment is'neceSSary and\;Vas .not" . ,
earlierpresentea.·" ;'. ~ -'.j,-; ,; :,. ,.~-:-,

, 31. Section 1.313 is amended by
revising paragraph (it) to read as follows:

§ 1.313 Wlll1drawal from I......
[a) Applications may be withdrawn

from issue for further action at the
initiative of the Office or upon petition
by the applicant. Any such petition by
the applicant must include a showing of
good and sufficient reasons why .
withdrawal of the application is
necessary and, if the reason for the
withdrawal is not the fault 01the Office,
must be accompanied by the fee set
forth in § 1.17(i). If the application is
withdrawn from issue, a new notice of
allowance will be sent if the application
is again allowed. Any amendment
accompanying a petition to withdraw an
application from issue must comply
with the requirements of § 1.312.

~...-
'~.:

Ie·:. '":-~

::.::;.'
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Appeals and Interferences or by 8

Federal court i<l.an appeal under 35
U.S.C.141 or a civil action under 35
U.S.C: i45;:! .,~':, , : " ,
" (d) The period of delay set forth in
paragraph (c)(3) shall be reduced by:
, (1) Any time during the period of,
appellate review that OCcurred before ,
three years from the filing date of the
first natlcnal eppllcation for patent, ,
presented for exarnination; and . .

(2) Any time during the period of
appellate review, as determined by the
Commissioner. during which the i .',',,:,
applicant for patent did not act with due
diligence. In determining the due ' '
diligence of an applicant. the
Commissioner may examine the facts
and circumstances of the applicant's
actions during the period of appellate:
review t~. determine whether the ..•
applicant exhibited that degree of
timeliness asmay reasonably be _-,..
expected from. and which is ordinarily
exercised by. a person during a period .
of appellate review." i."

PART 3-ASSIGNMENT, RECORDING,
AND RIGHTS OF ASSIGNEE

37. The authority citation for 37 CFR
Part 3 continues to read as follows:

I
t

,
r

~~

I
1,

D~
~~;l
r

c'

". ..i:: ~ :":<.

j-~~..

-'f:

.....

:.~ -'..'

20229''''" ".,,' ", 'C,':'

39: sectio~ 'j:,iiiis ';';;cnded'i,y', •
revising paragraph (h) to read as follows:

., . I.., .

§ 3.81 Issue 01patent to assignee. .
• :,::.- .. .. ~,.·i:·._· ..... <.:,:. :,<

(h) If the assignmentIssubmtttad for'
recording after the date of payment of
the Issue fee, but prior~o, issuance or the
patent, the assignee may petition that
the patent issue to the assignee. Any
such petition must be accompanied by
the fee set forth in § 1.17(1)of this
chapter. ' .. " '. ,',
, Dated: April 14. 1995;
Bruce A. Lehman,
Assistant Secretary0/CommerCe and
Commlssloner of Patents and Trademarks.

NotL:Th~ r~.ilowin~ ~p~~d~ willnot
appear in 'the Code of Federal Regulations..

',.' ..~. "

application intended. If an assignment
of 8 pr.ovisional epplication is executed
before the provisfonal appllcatlon is :'
filed, it must identify the provisional
application by name of each Inventor '
end title of the invention so that there
can beno mistake asto the provisional"
applicatlon int!"lded: >,'. . :.,

" "~

. :0-. '~

:.'.

.... '

Authority: 15 U,S,C. 1123: 35 U.S.c. 6.'.:­

38. Seetion 3.21 is revised to read as
follows:

.:.....

§ 3.21 identificationof patenlS'~n'd pal~rl'
appltcatlons. "
. An assignment relating to B patent..
must identify the patent bythe patent ,;
number. An assignment relating to a ...
national patent application. must : .. '.
identify the national patent application
by the application number (consisting of
the series code and th'e serial numoor. -,
e.g., 07/123,456): An assignment' " ",'
relating to an International patent. ','.'
appllcation which designates the United
States of America must identify the ....
international application by the .- ,
intemationar number (e.g.. PCT/US901,
01234).,lf an assignment of a patent
application filed under §·1.53(b)(1) or
§ 1.62 is executed concurrently with; or'
subsequent to, the e'locution of the
patent application, but before the patent
application is filed, it must identify the
patent application by its date of '
execution, name of each inventor, and .
title of the invention so that there can
be no mistake as to the patent

".,

.-..

, 'f ,- :

..<: .. . ,- t

"" .. ,
. -.'

.,;', C'," ..

" -,

.; '. ~ '. .'

.;..
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p~ andT~ .<?ffioe; U,S, DEPARTMEm- OF COMMERCE
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PROVISIONAL APPLICATION COVER SHEET,,'
"n . . • ': ••.

This is • request for filiDg. PROVISIONAL APPUCATION under 37 CFR 1.53 (b)(2)

Do<:kdNWDw:r Type a plus sign (+)1
inside this box~

mvENTOR(,'YAPPLICM'T(')
l-UTNAME nasTNAME MIDDLE INITtAL IU:SIDC'la(CTTY AND UTHEX STAll: OX roJU:l(';N COtlNTlly)

,".. ,

rmz OF T~IE INVENTION (180 charade" mu)

"

CORR.ESP'OND£~CE ADDRESS

,"

"
-­

":'

- . -"

"<.:'
"'\"''}

I ZlPCOOE I ICOUNTRY I -
I

'-'-:- .,".'

-"....,,:../'.'aB 0 S",.ilF,"Utysu';m;~I'L'

"

PROVISIONAL
FILI:-<C FEE
A-\10Ul\! (3)

I " ,.'

'METIIOQ OF PAYME:-rT (duo. ~/u)

ENCLOSED APPLICATION PARTS (chtd" fl11:h0l apply)

A ch«k or alone,. onler 11e-l:Idos.ed La eever the Provblonal rllin, (<<::Jo
O TI.t C~oner!s her,:by auth"l"b.e4'lQ char&e I I

' ;' twn: ("'d..and ~rrd'-l,~postI~A(,(,OUDt Numboer. .,

.: " 0 Spot'CIneation

,I0 DnwIn,\,)

.'

. The !nvenUui,' '!U ttud,:.by aD .::e~ or the UP.iledStaLesGovcrnm.cot or undtr • I;:OQtt7.ct with an .cetlC)' or the: Uolte4 Sbtes Co"e~t.
.D·:N~- -,::- -,,:;" , .~ .v-':

o 'i~~ ""...., .~u..us, COve.,........ t 0("'9 an-d lllt Co..~.. t e-l.n<1 .......b.er an: -'-' -'_

B..n.:n H--.. SUI.=\a\\ nus fonn i.s ="m&lO:!\Q t.akc ,2 boon \Q COOlpleI.C Time ...,11 VV'f depending ......... the ......Is of iJ'>c lI'IdlVlduaJ cue, My eom<J>Cll:> on !he omoon.ollimc
)"O'l ore rcqultM IG g;:mp1Cl.C Uus form shool.! bo:sent to \he Cffio;e of N.sL5Ul'oO: QwJ;ly ~~ DIVISIon,P~l ar.d Tndc:mJ.r1: Offiec.. Wuhinewn.. OC 2lT'JI.'ond 1<I

the Off,ce n( lrJOl"lTWion.V>d RCi"J.uxy AJTun.Office. of MoNgemcnl ltId fludgct (F'r0Jca 06~I.oo)1). WuJungtoo.. DC 20503 DO NOT sam FEES OR CO,,"u>LETID
FOR.>"IS JO nils .~DRESS Sl:::-ro TO ,,,",,,'-11'1' C""",",""lo$,CfI<:!" foJ' f'1l.c;:u-" W....n!,l1f;'..:>n. OC ~~J 1 _

Date I /./ .. I
.'.,

Respectfully submitted,

SIGNATURE "_-:-'-__'-~_:__-_:_-----_-

TYPED or PRL"'fED !'iA~IE, ,c" .', , " 'REGIST~TION N°'I" ""C', ,-' I
0' A~iuE:i~~~~~E;in:~;~Erf~:;;~wn~~~d-S~~~~~:~tJ;~pr"",:.:---", ; ,

PROVISIONAL APPLICATION FfLINGONLY ,-
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Docket Number (Optional)

PTOIS.Bf 01 (6-9S)
Approved for use through 06130196.OMS 0651-0032

e

i_;:,~:;;' ~~S·Appendix B

.:.: " ',,; DECLARATION FOR PATENT APPLICATION

(Nlimoor)

(NlIrr.l>er) (Collntry) (Daylt.'o:lnlrVYear Filed)

I hereby claim the benefit under Tille 35, United states Code, § 119{e) of any United States provisional appiicationis) listed below: ~

....
As a below nam~djnv:n.fo~~.1~~_r~~y~~~~ethat.-". \ ~ " ..r~' ·.o:.,t -, ,~-t</·~~~\~l'l..l>l (}.\"I'-----~-----_ll
Mtresidence, post Office_,addr~SSand CItizenship are asSlatedbe!oW.nex; lamy name. ',_ __ ,'"'J.'

1believe I am the Ol'igiriai, firsl a~ 'soie:'i':;ve~lor (ii only 6'ne ,oameis fi~1ed 'be~ &'an~origiri~; firs.l.and joinl inveo!Of (it p1ur~t~~T
names are listed below) of the subject martee Which is claimed and for 'htlidl"a patent is sought on the invention entill~ . . . .' .

, I' ~ • the specilicaflon 01which
_ j i • ,"._, .. -- .. ~ .',- '. .' -."'",', ,:

ISattachedhereto un.'e§s the.foUpwlng bos ls checked:•., ~ ., ~ i .:- :.'. J."~", .;:;..,..... ,

O was Wed o~ .': ..~ .,.. ,c', .7 J • as- u.niteJ·lt3i'€~ Appli6ati~~NGffiber'!>or~:"CTTnie/naiioriaIXppriZi·ti6ri,:~·£",;"":·~;:h-~-;1'
Nomber., .?.nct w~:~~endel;l'on" .' ;-~: ~ 0, . , (if applicable). ,':

'." :.. "'~"." : .. , "'. L';,,:;,_ '-':'.<.-:·.~·.-~::7"'" :,'~:. ,._ ,.. J_.:n-,_.. ::.;.:.~-: ~-.~'-:-.~

I hereby state that I.have reviewed and oncerstaro the coruents:ol me above icS&n:lfiEtd speciticaticn, Including the.dallns~as~....;·,~-.;..*

amended by any amendment referred to above. , : .' ''. . ~

I acknowledge the duty 10disclose inlormation which is rnatedattc patentability as definad in nile 37. Code of Federaf .,
Regulations. § 1.50. t . f
I hereby daim foreign priority benefits under Title 3~. United Stales ecce. § 119(a)-(d) of any foreig~ appflcancrus) for paten! or . ~
inventor's cersrcete hsted below and have also iden·tified below any fOreign asotcencn for patent or inventor's certificate t
having a filing date cercre that of ft1eapplicaDon on whidl priority is claimed. .'~

"Prior FofiiignApplicalion(s) '~ .. '-H", ,,~ ~T·. - '-".'-' .,.-..-,. , ....". '" ...• ~~.. ,- ... ~~.'# '."_.' '~" .. ~~ •.•• _<. '""''-.''_'~.'- ." Priority Claim~".~:;,.f

. ";'~Oll~~~; ,.'" ':," .:~~;oa~/M~~t'l/YearFjled)-- -- -,. ''-'' 0 ,:~=,_9 NC:... .-i
o YeSONo

'~

;.

..

.':

fA~PI'cat,on-NumDe') --...----.----~g~l5~ (S~lUS"' peremec. pending, aoandooedj
. . _. -- .__...._.- -_ ..- "-"-~-',- ..... .--" '-'-'- .._., -- ..,.~ ',".'., ,-- ". -" .... , .,---_ ..... ~:;,. . _.._-,.~...

r hereby appcinttha fOl!owjn~ an~rney(s) and/or. ag~nt(s},to prcsecne this application and to transact all business if! the
Patent and Trademark Office cormected'ihereWlih: .'.< '": '.', ::/

I

I~

::

o-v-

0b-tatu~ n patented, peM,ng. a?3noone(l).

at telephone numt>er .

: .." ..~

(FXing Dale)

(F'hr.g Dale)

.'·~~:i
•• -Yo.._.-:-.-- ~-:.:._- ._-~,,:'"

Address all telephone calls 10.

{Appi,ca:lon N\.lr.1oerl·· ._',", ',.~.,." "....' .... ' .... _, _.__ ~'~'_' (Flhng.DiilWl ,.' _"~~,. _.,., _. ~ " .... __ •.•,. '_.'

I hereby claIm the benefit 'Jndet TItle 35, United States Code'. § 12001 any United Slates application(s) listed below and, insofar .
',is'the su'bJeci"maiie;i' 01~.aCh otme claims'ot itiis-appliCationls'nol"diS'c1os00ln theprierUnited steiesaccncaucooee manner ~
provided by the first paragraph 01Title 35. Uni\ed"Slates Code, § 112, f ackno......-ledge the duty to disclose lntorrnaticn which is ,..­
material to patentabillry as defined in ntie 37. Code 01 Federal Regulations, § 1.56 which became available between the filing'dale .
of the prlcr applicaticn and tile national or PCT international (ding date ot this apcncauon. .

{App"cal,onNlimoerj
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