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27.200
27.201
27.2ot~1

27.201-2

27203·3

27.2.02
21.202-1
27.202·2
27.203

25.403 [Amended)

12. In section 25.403. paragraph (a) is
amended by changing "$169.000" 10 read'
"$161.000".

25•.co5 [Amencled]

13. In .ection-25:405~ the introductory
text and paragraph (e) are amended' by
changins "$169.000" to read ''161~OOO'':

25.40a IAmended I

14. Section 25.406 is amended' by
alphsbetically inserting "Maritime
Administration of the. Department of
Transportation" and "Peace Corps"ta
the list

15. A ,,~"" Part 27 is added to read' as
follows:

TABLE: OF CONTENTS
27.000 -.~ope -of part..

SUBPART 27.1-<lENERAL
27.101 Applicability.
27.1OZ Reserved.
27.103 Policy•
27.104 General guidance.

SUBPART 27.2-PATEHTS

':1..203-4

t:1.2Q3..5

In paragraphs (aJ and (~) change
"$169.000" to reed ·'161.000",

Paragraph (b) is revised to read as
Collows:

25.402 Policy.

(bJ Except when waived under section
302[b)(2) of the Trade Agreements Act.
there shall be no purchases of foreign
end products subject to·.the Act unless
the foreign end products are designated
country end products.

27.2lXH1

27'-

27.2Q4..1
27.204-Z

Scope ot subpart.
Authorization and consent.
ceneret,
Clauses on authorization and

consent,
Notice and assistance.
General.
Clause on notice and aestatanca,
Patent indemnification of

Government-by contractor.
21.2O:J..1 GeneraL

". 21.ZQ3·Z -nClauses;JQr.£ormally..•dynUlN-.- .... ·
contracts (excluding
construction).

Negotiated 'contract. (excluding
construction).

Clau... (or negotiated ccn!:::~;

{excluding construction'.
Clause for construction contracts

and for dismantling.
demolition. and removal of
improvement.! contracts.

Clau•• rOf Government waiver or
indemnity.

Reporting or royalties­
anticipated. or paid.

GenersL
Solicitation provision for royalty

information..
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•

•

•

•

•

•

•

•
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[d)ldenli~al bids sltall be reported

under this section if tIt~ agency has
some reason to believe tltat tlte bids
resulted from ~ollusion.

6. Section 13.000 is revised to read as
follows:

PART 13-SMALL PURCHASE AND
OTHER SIMPLIFIED PURCHASE.
PROCEDURES

PART 2s-FOREIGN ACQUISITION·.

-- ....

PART 22-APPUCATION OF LABOR
LAWS TO GOVERNMENT
ACQUISITIONS

6. In section 13".30Z. paragraph (a) is
revised to read as follows,

1~.302 Conditions 10<use.

•

• •
Subpart 22.1o-(Reserved)

9. The title and text of Subpart 22.10.
consisting of sections 22.1000 through
22.1015. are removed. and tlte.subpart is
reserved.

[a) Individual orders do nolexceed
sas.ooo, except that executive agencies
may establish higher dollar limitations
for specified activities or items.

25..co1 [Amended)'

10. In section 25.401. tlte table in.
"Deslgnated country" Is amended by
adding "Israel' to tha list,

11. Section 25.402 is amended as
Iollows:

..

3OSIO-Ot12­
3090-0172-­.......74
......'10
:I:JClO..Ot72.......":IOlIO-4OOO •

. ..................
......l7Z
......110_10..................
3010-0"0
30'O··~:n10
3D8CJ.;0110

......". 13.000 Sco- of -.. .,. 3010-0110 . ......... ...

3080-0'110 This part prescrices policiu-"and
:::~~: - procedures for the acquisitional
3010-01'" supplies..nonpersonal services. and

Instruction from commercl
:JCl9O..Ot2Q' the aggregate amount or-which does not
3OIO-C120. exceed S25,{X)(t.:
::::: 7•.msection 13.101. t1ie definition of
308CJ..012O "Small purchase" ia revised to read as
:::~: follows:......,""
3090-01211 13.101 DeflnitJonL
3090-0120 •
......t ..
309C)..011S "Smatl purchase"means an
:::~;~acquisition of supplieanonpersonal
3Oao-Gl15: services. and construction in the amount­
3OlJO..Ol1S of$ZS.ooo or less using" the procedures
......". ib d i thi3080-4105 prescn e 1Il 8· part.
309O-OtM" •

••••

SF~A

SF .....
SF"
SF ...
SF ..
SF 35
SF U.
SF '20
SF ...
SF 255
SF 273.
SF.,.
SF 27S

SF'"""...SF'_SI' ,_

"",_
SF''''SF '..,,7

SF''''
SF'''U'.
SF '4'2
SF ''''3SF , .., •.
SF '4'1
SF''''SF 1424.,.,..."" ,..,
SF '.28.
SF 1421;SF ,_

SF 1431
SF 1432
SI= lA.33
SF 14'

SF''''
SFt'"
SF 1437
SF,_
SF 1431
SF 1...-0
SF 14'3
AloctIIn'~

',...-

Subpart 3.3-ReportlO at SUlOpecled
AnlilOlst VIolations

3. Section 3.302 is revised to read as
follows:

3.302-1_ 3.302.-2. [AlfI1OYedl

4. Subsections 3.302-1 and 3.302-2.arit·
removed,

5. In section 3.303•.paragraph (d)ls
revised to resd as follows:

PART 3-IMPROPER BUSINESS
PRACTICES AND PERSONAL
CONFUCTS OF INTEREST

Z. The beading for Subpart 3.3 is
revised to read a. follows:

3.302 C_ftnltJonL

··ldenticatbids"means bids for the
'same-nrifHtem that 'are-determined ,tobs
identical as 10 unil'pri~e or total line
item amount, with or-without the.
appltcation of evaluation fa~tors (e.g.,
discount at' transportation cas t],

'"Line item" means an item ofaupply
or service. soecified. in an. invitation (or
bids. for whicb tit.. bidder must bid a
separate" price~
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27.306

Z7.304-<1
27.304~5

27.305

27.305-1
Z7.305·2
Z7.305·3
27.305-4

27.204·3 Patente-enotice of Government
8' a licensee.

27.204-4 Clause for reporting of roysltiel
(f....ign).

27.2DS Ad;asunent of royatliea.
27.206 Refund of royallie•.
27~j 'CeDerat
21.206·2 'COWIe lor refund of rDyaltiel.
Z7.2a1 . £Ii..wed .l:OIWac'"
27.207,;,1 Geoer:aL
27.2rtl..2, "C1aule.far cl.lsificd CODl!acla.

SUIlPART 27.3-PATEHT·RIGHTS UNDER
GOVERNMENT 1:0NTRACTS
27.300 Scope or"lubpart.
27.301 Definition•.
Z7.30Z Policy.'
27.303 Contrad cleceee.
27.304 Procedures.
27.304-1 General.
27.304·2 Canlr.ell placed by or for other

Oovemment egenciee.
21.304-3 Contracts for ccnstructlcn work

or 8rChi1ect,;, engineer services.
Subcontracts.
Appeal..
Adminlslration of patent right.

clause"
Palenl·righls follow-up.
Fallow-up by contractor.
Follow-up by Government.
Conveyance of invention rigb..

acquired by the Con:mment.
:::7.305·5 Publication or release of

invention.disclosures.
Licensing background patent

rights to third parties.

SUBPART 27.'-RIGHTS IN'DATA AND
COPYRIGHTS
27.401 GeneraL

SUBPART 27.S-RESERVED

SUBPART 27.S-FOREIGN LICENSE AND
TECHNICAL ASSISTANCE AGREEMENTS
27.601 General

AUTHORITY: 40 USC4B6{c): Chapter 137. ]0
USC: and .2 USC 2'53(c).

21.COO Scope of part

This part prescribes policies.
procedures. and contract clauses
pertaining to patents and directs
agencies to develop coverage for Rights

..'inUala'ane Copyrights«:

SUBPART 27.1-GENERAl

27.101 AppllC8~IUty.

The policies. procedures. and-clauses
prescribed by this Part 27 are applicable
to all agencies. Agencies are authorized
to adopt alternate policies. procedures.
and clauses. but only to the extent
determined necessary 10 meet the
specific requirements of laws, executive
orders. treaties. or international
agreemcnta.Any agency action adopting
such alternate policies. procedures. and
clauses sh'JII be covered in published
agency regulations.

27.102 Reserved.

27.103 Policy.

The 'policies pertaining to patents.
data, and copyrights are set forth in lhis
Part 27 and the related clauses in Pan
52.

27.104 General guidance.

'(aJ The Government encourages the
maximum practical commercia). use of
inventions made whileperformiDg
Government conlracta.

(b) Ccnerally. the Government will
not refuse to award at contract on the
grounds that theprospechve contractor
;Ilayinfringe a patent.

{c) Generally. the Government .
encourages the use of inventions in
performing conlracts and. by
appropriate contract clauses. authorizes
and consents to such use. even though

,theinv,cnlions may be covered by U.S.
patents and Indemnificatlon egetnst
infringement may be appropriate.

(d) GeneraUy. the Governmenl should
be indemnified against infringement of
U.S. patents resulting from performing
contracts when the supplies or services
acquired under the contracts normally
are or have been sold or offered for sale
by an)' supplier to the public in the
commercial open market or are the same
as such supplies or services with
relativelv minor modifications.

(e) Th~ Government acquires supplies
or services on' 8 competitive basis to the

-maximum practical extent. but it is
important thai the efforts directed
toward increasing competition not
improperly demand cruse data relating
to priva te developments.

(f) The Government honors the rights
in data resulting: from private
developments and limits its demands for
such .rights. to those essential for

- Government purposes.
(g) The Government honors rights in

patents, data.tand copyrights. and
complies with the stipulations of law in
using or acquiring such rights.

[h) Generally, the Government
"tEfctUife-s-lhat eontractcrsobtatrr­
permission from.copyright owners
before induding prtvately-cwned
co'pyriShted works in data required to be
delivered under Government contracts.

SUOPART 27.2-PATENTS

27.200 Scope of .ubpart.

This subpart prescribes policy with
rcspecll~, .. ,

(a) Patent inrringement)ii:fbilily
resulting (rom work performed by or for
the Covernment;

[b] Royalties payable in conneCti6n
wilh perlormingGovcmment ccntrecrec
and

[c) Security, requirements coveri.ng
patent applications containing classified
subject mailer Illed by ccnuactora.

Z7.201 Authorlza:1on endcoooent.

27.201-1 Generel.

[a) In those cases where the
Covemment hes 8uthorizeil ....
consented to the manufacture or use oT
an invention descnDea in and t:Oftred
by a patent tlf the United States. ell)'
luil for infringement or the patent based
on the manufacture or use of the
invention by or for the UI\i1etl States by
a contractor [including 8 subcontractor
at any tier) can be maintamed only
against the Government in theu.s.
Claims Court and not against the
contractor or subcontractor (28 U.S.c.
1498). To ensure that work by 8
contractor or subcontractor under a
Government contract ~ay not be
enjoined by reason of patent
infringement. the Government shall give
authorization and consent in accordance
with this regulation. The Iiabilily of the
Government lor damages in any such
suit against it may. however. ultimately
be borne by the contractor or
subcontractor. in accordance with the
terms of any patent indemnity clause
also included in the contract. and an
authorization and consent clause does
not detract from any patent
indemnification commitment by the
contractor or subcontractor. Therefore.
both apalentindcmnitycJausc and an
authnriza tiun.and consent clause may
be included in the same contract.

(b) The contracting officer shall not
include in any solicitation or contract-

(ljAny clause. whereby the
Government expressly agrees. to
indemnify the contractor against
liability for patent infringement; or

{2)Any authorlzatlcn and consent
clause when both comple1e performance
and delivery are outside the United
States, its possessions, and Puerto Rico.

27.20t·2 Clause. on authortz.atlon and
cC)r,"~enL·'

lej Tbe contracting officershaJ)Jnsert
the clause at 52.227-1. Authorization and
Consent, insolicltatlons ·andcontracb
(including those for construction;
ercbttect-engfneer services; dismantling.
demolition; or removal or improvements;
and nonccmITIoncarrier communication
services). except when emallpurcbese
procedures apply or both complete
performance end delivery are outside
the United States. Its possessions. and
Puerto Rico. Although the 'clause is not
required when small purchase .
procedures apply, Hrnay beused with
them.

~
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27.203-4 Clauses for negotiated contracts
(uctudlng ~onstructlon).,

(a) The contracting officer may insert
tne clause-at 52.221-J, Patent
Indemnity-

(1) As authorized in 27.203-1Ib)(z)(ii):
and

(2) Except as prohibited by 27.203­
ub], in solicitations anticipating
negotiated contracts (and such
contracts) for supplies or services
(excluding construction and dismantling.
demolition. and removal of

-,

. (b) Th. contracting officer .haUlna.r!
the clause with lts Alternate I In aU R&D
solicitation. and contracts (includlng
tho.e for construction and architect.
engineer sei'vicescalling exclusively for
RW work or exclusively for
experimental work), unless both
complete performance and delivery are
outside the United Slates. its
possessions, and Puerto Rico. When a
proposed contract involyes both R&D
work and supplies or services. and the
R&D work is the primary purpose of the
contract. the contracting officer shall use
this alternate. In all other proposed
contracts involving both R&D work and
supplies or services. the contracting
officer shall usa the basic clause. Also,
when a propcsed contract involves
either R&D or supplies and materials. in
addition to construction or architect­
engineer work. the contracting officer
shall use thebaslc clause.

(c) If the solicitation or contract i. for
communication services with a common
carrier and the services are unregulated
and not priced by a tariff schedule set
by a regulatory body, the contracting
officer shall use the clause with its
Alternate Il.'

27.202 . Notice and aaslstance,

27.202-1 General.

The contractor is required to notify
the contracting officer of all claims of
infringement that come tothe
contractor's attention ln connection with
performing a Government contract. The
contractor is also required. when
requested. to assist the Government
with any evidence and information in its
possession in connection with any suit
against the Government. or any claims
against the Government made before
suit has been instituted. on account of
any alleged patent or copyright
infringement arising out afar resulting
from the contract performance.

" 27..202..2".,:CJauae on,notlc•..andn$jstanc••.

The contracting officer shall insert the
clause at 52.227·z..,Notice and
Assistance RegardingPatent and­
Copyright Infringement. in supply.
service. or research and development
soltcitationa end contracts '(including
ccnetrucuon and architect-engineer I

contracts] wW<;h antictpate a contract
value above the dollar limit ser forth at
13.000. except when small purchase.
procedures apply or both complete .
performance and delivery are outside
the United States. its possessions. and
Puerto Rico. unless the contracts
indicate that the supplies.cr other
deliverablesare ultimately to be
shipped into one of those areas.

a7.203 PatenUndemnl11••don 01 lnsart the clause at 52.227·3, Potent
Go.emment by .ontract.... Indemnity, In forma II)' adverUsed
27.203-1 GeneraL contracts for supplies or services

(a) To the extent set forth in this (excluding construction and dismantling.
section. the Government requires ?emohhon. and ~emoval of
reimbursement for liability for patent lII1prov~mentsJ.If the contracting officer
infringement"~risingout of or resulting detemun,es that ~e sup~liesor~ervices
from performing construction contracts (or s~ch l~efi1S wlm relatively minor
or contracts Iorsupplles or services that modlfic~tIons)normailyareor have
normally are or have been sold or been ~old,or offere~ f?r .ale by any
offered for sale by any supplier to the supplier to the public In the commercial
public in the commercial open merket or ?pen market. Also the clause may be
that are the same as such supplies or included as authorized in 27.203-
services with relatively minor 1(bJ(2)(.).
modifications. Appropriate clauses for (b) In solicitations and contracts
indemnification of the Government are (ex"!uding those for construction) that
prescribed in the following subsections. call rn part for specific components,

(b) A patent indemnity clause shall sllare parts. or.services lor such items
not be used in the following situations: With relatively minor modifications) that

(1) When the clause·at5Z,227.1, normally are or have been sold or
Authorization and Consent, with its offered for sale by any supplier to the

_ Alternate I. is included in the contract, public in the commercial open market.
except that in contracts calling also for the contracting officer may use the
supplies of the kind described in clause with Its Alternate I or II. as
paragraph (a) above. a patent indemnity appropriate. The choice between
clause may be used solely with respect ' Alternate I (identification of excluded
to such supplies. Items) and Alternate n [identification of

(2) When the contract is for supplies lnclu~ed items) should be based upon
or.services. (or such items with relatively stmpncity, Government administrative
minor modiflcations) that clearly are not conve~lence ~~,d esse of identification
or have not been sold 0' offered for sale of the items. .,.
by any supplier to the. public in the (c) In solicitattons and contracts for
commercial open market. However. 8 commumcauonservtces and faciHties
patent indemnity clause may be where performance is by a common
included in 0) formally advertised ,carrier. and the services are unregulated
contracts to obtain an indemnity and are not priced by a tariff schedule
regarding specific components. spare set by a regulatory body. use the basic
parts. orservices so sold or offered for clause with its AltemateIII.
sale (see 27.203.2(b) below), and (ii) .
contracts to be awarded (either by _27.203-3 Negotlated contracts (excluding

formal advertising or negutiationjif 8 con.truett,o".). .
patent owner contends that the A patent indemnity clause is not
acquisition would result in patent required 1n negotiated contracts. {except
infringement and the prospectiveconstroction contracts covered. at 27..203-
contractor; after responding to a 5J. but-may be used as discussed in
solicitation that did not contain an 27.203-4 below. A decision to omit a
indemnity clause. is willing to indemnify ~atent i~demnity clause in anegotiated
the Government against such . fixed-price contract described in: this
infringement either (AI without increase subsection should be based ana price
~~Pl'i.ce.on,~e basis, [~'at the patent is eonsid.era~ion tot~e G~vemment for the
invalid or not infringed: dr'IB)'for1lt1lel" ,-_JOI'~gO.'l)gll)d_ernnlfic~tIon~ghts
good reasons. normally, received oy"comrrier"cfiil'"--·'

(3}When both performance' and purchasers of the same supplies or
delivery are to be outside the United services.
States, its possessions. and Puerto Rico.
unless the contract indicates that the
supplies or other deliverables are
ultimately to be shipped into one of
those areas,

(4) When the contract ia awarded by
small purchase procedures.

(5) When the contract is solely for
architect-engineer work (see Part 36).

27.203-2 C..- I.... lonnally advortlsed
c:ontra<:IS (e.dudl"'.l con.truellon~

(a) Except when prohihited by 27,203­
tfbt ebove. the contracting officer shaU

..
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'\required for prime contracts under. 'lii!
paragraph [b] above. However. consent
need not be withheld peilding receipt of
advice in regard to auch royalties from

. the offieehaving cognizance of patent
mailers.
. Cd) The contracting officer sball
forward the royalty information and/or
royalty reports received to the office
havins cognizance of patent matters for
the contractins actlvity ceacamed for
advice as to appropriate action.

rr.204-2 SClieltalion provlalon far royalty
Information.

If it is expected that work may be
performed in the United States. its
possessions. or Puerto Rico. the
contracting cfficer shall insert a
solicitation provision substantially as
shown in 52.227-6. ROYaltyInformation.
in any solicitation that may result in a
negotiated contract for which royalty
information is desired or for which cost
or pricing data is obtained under 15.llO4.
If the solicitation is for communication
services and facilities by a common
carrier. use the provision witbits
Ahernate I.

27.£04-03 Patents-nctice of Government
as a licensee.

(a) Wh~nthe Govemment is obligated
to pay a royalty on a patent because of
a license agreement between the
Government and a patent owner and the
contracting officer knows (or ha~ reason
to believe) that the licensed patenl will
be applicable to a prospective contract.
the Government should furnish ­
informaticn relating to the royalty to
prospective offerors since it serves Lie
interest of both the Government and the
offerors. In such situations. the
contracting officer should inelude in the
solicitation a notice ofthe licens.. the
number of the patent. and the royalty
rate recited in the license.

(b) When the Government Is obligated
to pay such a royalty. the solicitation
..houldalsorequire afferorsto furnish·
infonnatian indicating whether or not
each offeror is- a licensee undar the
patent or the patent owner. This
inIormation is necessary so that the
c;ovp.mmen~ may either flJ evaluate an
offeror's price by adding an amount
equal to the royalty. or (2) negotiate a
price reduction with an offerer-licenses
when the offeror is licensed under the
same patentata lower royalty rate.

(c) If the Government is obligated to
pay a royalty on 8 patent involved in the
prospective contract. the contracting
officer shall insert in the solicitation.
substantially 8S shown. the provision at
52.227.-7, Patents-Notice of Government
,Licensee.

Waiver of IndeJDDit)'. in ..,licitations
and contrac:to in addilioa to the
appropriate paleDt indeDlllity dause.
The contracting officer .ball document
the contract file wttb a ClIp)' 01 the
wntt.... appmvaL

rr.204 RoporUng of royalUao-anliclpatecl
or pald.

27.204-1 Gonoru\,
[a) (lJ To .delermine whetber royalties

anticipated or actually paid under
Government contracts are excessive,
improper, or inconsistent wifhany
Government rights in particular
inventions. patents. or patent
applications. contracting officers shall
require prospective contractors to
furnish certain royalty information and
shall require contractors 10 furnish
certain royalty reports; Contracting
officers shall take appropriate action to
reduce or eliminate excessive or
improper- royalties.

(2) Royalty tnformanon shall not be
required (except for information under
27.204-3) in formally advertised
contracts unless the need for such .
information is approved at a level above
that of the contracting officer as being
necessary for proper protecnonof the
Government's interests.

(b) When it is expected that work may
be performed in the United States. its
possessions. or Puerto Rice,' any
solicitation that may result in 8
negotiated contract for which royalty
information is desired or for which cost
or pricing data is obtained (see 15.llO4l
should contain a provision requesting
information. relating to any proposed
charge for royalties. U the work is to.be
performed in the United Stat... its
possessions. or Puerto Rico and the
response to the Solicitation includes a
charge for royalties. the contracting
officer shall, hefora award of the
contract, fonvard the infonnation
relating to the proposed payments of
royalties to the office having cognizance

··of pa telltmattelllfoi'the· c:ontt'acting·
activity concerned. The cognizant office
shall promptly advise the contracting
officer of appropriate action. Before
award. the "contracting officer-shall take
action tc protect the Covcrriment's
inlerestwithrespect to such royalties.
gi..ing due regard to all pertinent factors
relating to the proposed contract and the
adviceof the cognizant.offtce,

[c) The contracting officer. when
considering the-approval of a
subcontract for work to be performed in
the Unued States, its possessions. or:
Puerto Rico, shall require and obtain the
same royalry informativn and take the'
sameachon with respect to such
subcontracts in relation to royalties aa

improvements). ilthe _cliDs ufficer
dete"""",s that the IUppliea or •__
(or .uch items with riolatively Minor
modificatiaaa) lI.....y, ..or bave
been sold or dond. sale b)' ally

. aupplier to the pablic in the GOIIIII1en:ia1
open markeL Ordinarily. theCOlltraCtins
officer. in llOII8OI!lati... wilb the
prospective c:aatredor••houId be able to
delermine wbether the .upplie. or
.ervice. beins purchased nonnally are
or have been sold or offered for sale by
any .upplier to the public in the
commercial open market. (For
negotiated. construencn ccntracte, see
27.203-5).

(b) In solicitenons and contracts that
call in part for specific components.
spare parts. or lervices (or such items
with relatively minor modifications) that
normally are or. have been sold OT

offered for sale by any supplier to the
public in the commercial open market;
the contracting officer may use the
clause with its Alternate I or II. as
appropriate. The choice between
Alternate I (identification. of excluded
items) and Alternate II (identification of
included items) should be based upon
simplicity. Government administrative
convenience. and the ease of
identification of the items.
. (c) In solicitations and contracts for
communication services and facilities
where performance is by 8 common
carrier. and the services are unregulated
and are not priced by a tariff schedule
set by a regulatory body. the clause
shall be used with its Alternate ill.

27.203-5 Clause for coMtructlon
contract••ndfor dismantling, demolition,
and removal 0' Improvements contra~s.

Except as prohibited by 27.203-1 [b).
the contracting officer shall insert the
clause.at 52.227-4. Patent lridemnity­
Construction Contracts•.in solicitations
and contracts for construction or that
are fixed-price for dismantling.
demclition. or removal of improvements.
If it is determined that the construction
~iirne'cess·ariiY-invofve,.tKe'use-'o"t.... _n_.

structures. products. materials.
equipment. processes. or methods that
are nonstandard. noncommercial. or
specialcthe contracting officer may
expressly exclude them from the patent
indemnification by using the basic
C)l;llJ~P. with its Alternate I,

27..203-6 Clau~, for Government waiver
of Indemnity.

If. in the Government's interest. it is
appropriate to exempt one: or more
specific United States patents from the
patent indemnity clause. the contracting
officer shall obtain written approval
from the 8gency head or designee and
shall insert the dause at 52.227-5.
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27.204-4 Clause lor ,~eportlng of rovalUee paid. Such circumstances might include.
(foreign). , . for example. either a pending

In solicitations contemplatina Government anti-trust action or
negotiated contracts (and such prospective litigation on the validity of a
contracts] 10 be performed outside the patent or. patents or on' the
United States. its possessions. and enforceability of an agreement (upon
Puerto Rico. regardless oftheplace of which the contractor or subcontractor
delivery. the contracting officer shall bases the asserted obligation) to pay the
insert the clause al'52.227-8. Reporting of royalties to be included in the larget or
Royallies {Foreign}. - contraclprice.

21.205 AdJustment of royalties. 27.20&-2Clause for refund of royalties.
(a) If at any time the contracling The contracting officer shall insert the

officer has reason to believe that any ciause aI52.227-9. Refund of Royalties.
royalties paid. or 10 be paid. under an in negotiated fixed-price contracts and
existing orprospective contractor solicitations contemplating such
subcontr.act are inconsistent with contracts if the contracting officer
Government rights, excessive. or determines that circumstances make it
otherwise improper. the facts shall be questionable whether or not substantial
promptly reported to the office having amounts of royalties will have to be
cognizance of patent matters for the paid by the contractor or a
contracti~ activity concerned. The subcontractor at any tier.
cognizant office shaU reviewthe.
royalties thus reported and such 27.207 ClaSSIfied contracts.
royalties as are reported under 27.204 27.207·1 General
and 27,208 and. In accorda~ce WHh (a) Unauthorized disclosure of
agency procedure•• ~hall ..t~er classified subject matter. whether in
recomm~md appropnate actIOn,to the patent applications or resulting from the
contracting officer o~. If authorized, shall issuance of a patent. may be a violation
take appropn~te action: .' of 18 U,S.C. 792 et seq. (Espionage and

(b) In coordination With the cogruzant Censorship). and related statutes. and
office. the contractmg officer shall may be contrary to the interests of .
pro'."ptly act to protect th? Governm~~t national security.
agamst. payment of royalties on suppnes (b) Upon receipt from the contractor
or servl~e.... , , of a patent application. not yet filed.

(1) \'11th respect to w~.,ch the., that has been submitted by the
Government h~s a royalty-free license: contractor in compliance with paragraph

(2) At,a rate 10 exces.s of the rate at (a) or (b) of the clause at 52,227.10. .
which the Govemm~n.t IS. licensed: or. Filing of Patent Applications-Classified

(3) When .the roya.~hes. m ~holeor rn Subject Matter. the contracting officer
part ctherwise constitute an Improper shall ascertain the proper aecurtty
charge: .... .. . . classification ofthe patent .applicatton.

(eLln ~pproprtat~ cases. ~he . . Upon a determination that the
contracting officer in coordma,tlOn With application contains classified subject
th~ cogruzant office shall obtain a matter. the contracting officer shall
refund pursuant to any refund of _ inform the contractor of anv instructions
royalties clause; in the contract [see deemed necessary or advisable relating
27:206J or negotiate for a reduction of to transmittal of the application to the
royaltIes., , . United States Patent Office in

(d) For gwdance in evaluating . accordance. with procedures in the
informalinn furnished pursuant to 27.204 0 f 0 f Ind . 1

·iiild21.205fa) above, .e.3i:20S-:J7 and" " .'s:%:AW'!:i~~~~I-toerJ:1g:fegu~~:fj~g .' C._

31,311-34. See alsa 3~.109 regarding Classified Security Information. If the
adv~ce un.dersta.ndmgs o~ particular material is claasified vSecret't or higher.
cost Items. including royalties. the contracting officer shall make every
27.208 Jlefund of royalUes. effort to notify the contractor of the

determination wrthin 30 days; pursuant
21..20&0'! Gen.-...... . . to paragraph (a}or thp .....lause.

When a fiXea·price contract is (c) In the case of all applications filed
negotiated under cirenmstancee that under theprovisiona of this section
make it questionable whether or not 27.2f17. the contracting officer. upon
substantial amounts of royalties will receiving the application serial number,
have to be paid by the contractor or a the-filing date. and the information
subcontractor. such royalties may be furnished by the contractor under
included in the target or contract price. paragraph (d) of the clause at 52.227-10.
provided the contract specifies that the Filing of Patent Applicationo-Classified
Government will be reimbursed the Subject Matter. shall promptly submit
amount of such ray.allies if they are not that information to personnel having

cognizance of patent matters in order
that the steps necessary to ensure the
security of the application may be taken.

[d] A request for the approval referred
to in paragraph (c) of the clause at
52.227-10. Filing of Patent Application....
Classified Subject Matter. must be
considered and acted upon promptly by
the contracting officer in order to avoid
the loss of valuable patent rights of the
Government or the contractcr.

27.207-2 Clause for clasSified contracts.
The contracting officer shall insert the

clause at 52,227-10. Filing of Patent
ApplicalionS-Classified Subject
Matter. in all classified solicitations and
contracts and in all solicitations and

-contracts where the nature of the work
or classified subject matter involved in
the work reasonably might be expected
to result in a patent application
containing classified subject matter.

SUBPART 27.3-PATENT RIGHTS
UNDER GOVERNMENTCONTRACTS

27.300 SCope 01 subpart.
This subpart prescribes policies.

procedures. 'and contract clauses with
respect to}:tlventions made in the
performance of work under a
Government contract or subcontract
thereunder.if a purpose of the contract
or subcontract is the conduct of
experimental. developmental. or
research work. except to the extent
statutory requirements necessitate
different agency poiicies. procedures.
andc!auses as specified in agency
supplemental regulations.

27.301 Definitions.

"Invenriori.vas used in this subpart.
means any invention or discovery that is
or may be patentable or otherwise
protectableunder Title 35 of the U.S.
Code.

"Made." as used in this subpart. when
used ill relationta any invention. means
the conception or first actual reducnon

. t_o._pI'.act.~~~_9f_~.lw,hjQ"y.ftp.JtQ_~~ -.nc".c-_,

"Nonprofit organ{zation...· as usedIri
this subpart. 'means a domestic
university or ether' institution of higher
education or ari crgamzanon'of the type
descnbed in secuon 501(cH~)oi the
Internal Revenue Code of 1954 (26 U.S.c.
501(cll and exemotfrotn taxation under
secti~n501(a)of the internal Revenue
Code (28 U.S.C. 501(a)). or any demesne
nonprofit scientiftc oreducanonal
organization qualified unders State
nonprofit organization statute.

"Practical application." aa used irithil
subpart. means to manufacture. in the
case of a compositlon or product to
practice. in .the case of a process or
method: orto operate. irt the case of a
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machine or system.; and. iDeach cale.
under such conditions as to estabUsh
that the inventionla being utilized and
that ita benefita are. to the extent
permitted by law or Government
regulation.. available to the public on
reasonableterDll,

"Small business rmn." as used in this
subpart. means a domestic amall
business concern aa defined at15 U.S.C.
632 and implementing regulationa of the
Administrator of the Small Busineas
Administrauea, (For the purpose of this
definition. the size standard contained
in 13 CFR 121.3-8 for small business
contraclors and in 13 CFR121.3-12 for
small business subcontractors will be
used. See FAR Part 19).

"Subject invention.v as used in this
subpart. means any invention of the
contractor conceived or first actually
reduced to practice in the performance
of work under a Government contract.

27.302 PoliCY.
(a) Introduction. [1J The policy of this

section is based on 35 U.S.C. Chapter 18
(Pub. L. 96-517). OMB Circular A-124,
and the Presidential Memorandum on
Government Patent Policy to the Heads
of Executive Departments and Agencies
dated February 18, 1983, The objectives
of this policy are to use the palent
system to promote the utilization of
inventions arising from federally
supported research or development: to
encourage maximum participation of
industry in.federally supported research
and development efforts: to ensure that
these inventions are used in If manner to
promote free competition and enterprise:
to promote the commercialization and
public availability of the inventions
made in the United Stales by United
States industry and labor: to ensure that
the Government obtains sufficient rights
in federally supported inventions to
meet the needs of the Government and
protect the public against nonuse or
unreasonabie use of inventions: and to
minimize the costs of administering

_' p'olj(;.ies.iJ:lJ~.is.,a~~.il· .'". '" ".. ':','_."_ .
. '(2)Same agenCies 'are subject, in
whole cr in part. to one of the following
statutes. which require that information
as to USf;S. products. processes. patents,
or other developments"be available to
the general public", 31 U.S.C.666. 22
U.S.C. 2572. 50 U.S.C. 167b. 30 U.S.C.
C51(:::}. 30U.S.C. D37(b}.10 U.S.C. App.
302(e), 30 U.S.C. 1~~6. and 15 U.S.C.
1395'[cJ. Such agencies shall generally
use the clauses .hereta allowing title to
patents to be retained by the contractor.
and the. related procedures.

(b) Contractor rigbt toelect title.
Under the policy set forth in paragraph
(al above-each ccmiactor ,may. 'after
disclosure.to the Government as

required by the patent rights clause patent rishts clause, the Government , .."
included in the contract. elect to retain has the right to receive title to an ~

.tiUe 10 any invention made in the invention-. .
performance of work under the contract. (i) If the contractor'has not disclosed
To the extent an agency's statutory· the invention withiit the lime specified
requirements necesaitate a different in the clause:
policy, or different procedurea and/or (ii) In any country where the
contract clausea to effa.tuale the policy contractor does not eleclto retain rigIlla
set forth m paragraph [a] above, auch or fails to elect to retain righlalO the
policy, procedures. and clauses shall be invention within the lime specified in
contained in or expressly referred to in the clause:
that agency's supplement 10 this (iii) In any country where the

.subpart. in addition, a contract mal' contractor he's not filed a patent
provide otherwise (1) when the contract application within the lime specilied in
i. for the operation of a Government- the clause:
owned research or production facility; . (iv) In any country where the
~2) In exc~ptionalClrcumstaDces when It contractor decides not to continue
's deternuned by the agency that. proseculionof a patent application, pay
restriction or ehmmatlon of the right to maintenance fees .. or defend in a
retain title in anysubjecfinvention will reexamination or ·opposition proceeding
better promote the poUcy and objectives on the patent and/or
of as. U.S.C. Chapter 18 and the [v) In any country where the
~r~sldenha~, ¥t!'Il'10r~nduJ:D' or (:3) when contractor no longer desires .tcretaln
It IS de.termm.ed '~y a GoY~mment. title.
authontv which is authonzed by statute (2) F th f th' h. . .' . .. .or e purposes 0 IS paragrap
?T. Ex.ecuhve Order to ~and~ct foreign election or filing in a European Patent '
Intelligence or counterintelligence Off R' d th P t
activities that the restriction or . Icee~lon or un err: a ent .
elimination of the right to retain titl~ to Coo~era:Jon Treaty constitutes electl?n
any subject Inventlon Is necessary to or filing ID any country cov~red therein
protect the security of such activities. In to m~et the times specified In the clause.
those instances when the' Govemment p.rovld.ed th~t th~ G~",ermnent has ~he
has the right to acquire title at the time right to receive title I~ those countries
of contracungthe contractormey, not subsequently designated by the
nevertheiess; request greater rights to an contract?:.. I,. .

identified invention. (See 27.304-1(a).) (e).Utihz~tlOn reports. Unless" .
The right of the contractor to retain title praVJde~ otnerwise In acc,ordan..e With

shall. in any-event, be subject to the 27.304-1\0, contracts prOVIde. that the
prcvisicna of paragraph. (c) through (g) Gov~rnment s?all have the rtght to
below unless for conttactswith other re~~re.perlodlt:reparting.a~~e
than small business or nonprofit ut~:~zat~onor efforts a~ obtaining
organizations the agency determines utilization that are being made by the
before contract award that all or contractor~r its licensees o~assignees.
portions of these ,provisions may be Such. reporti,~g by s~all.business firms
modified waived or omitted. {See and nonprofit organizattcns may be
27.304-1(0.) , required in.accordance. with Instructions

(c) Government hcense. The as may be issuedby the Department of
Government shall have [unless provided Commerc;-. ~gencie.s;sho.uld protect the
otherwise in accordance with 27.304-- confidenhahty of utllization reportsto.
1(1)) at least a nonexclusive, the extent permitted by 35 U.S.C. 20S. or
nontransferable. irrevocahle.vpaid-up other applicable laws and OMB,Circular
I· 'h . df A-124.. IG~n$e to..practice,,.Qf.. _a~_e;pJ:'.a-"c.tl(;e_ .:.or..:· :>.~":'''.:_.' ·:.c ...•_... ·,;:.·.... :..,.·· ,... :.,,_.. ,.."_.': ';t.' ~.':,;_.'-'-:..;:.__:o;~. • .,

or on behalf of the United Slates, any (T) Morch-lfl nghts, (1) WIlli respect to
subject invention throughout the world: any subject invention Inwhlch a
and may. if provided in the contract (see contractor has acquired title. contracts
Alternate I of.the applicable patent provide that the agency shall have the
rights clause); haveadditional rights to right [unless p.rovided otherwise.In .
sublicense .anyforeign government or accordance with 27.304:1(f)) to require
international organization pursuant 10 the contractor, an assignee. or exclusive
existing. treaties or egreernents licensee of a subject invention rogrant a
identified ·in.· the contract .and any future nonexclusive•. partially exclusive. or
treaty-or agreement.;..,>"f·,:, . exclusive license in any field of use to a

(d) Government rigbt to receive title. responsible applicant or applicants.
[lJ The Government has the right to upon terms that are reasonable under
receive title to anv invention if the the circumstances. and ifthe contractor.
contract so provides pursuant-to a assignee. or exclusive llcensee refuses
determination made in accordance with such request. to grant such B license
subparagraph (b}{l}. (2). or(3) above. in itself. if the agency determines that such
addition. to the extent provided in the action is necessary-s- "
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[I) Because the contractor or alSipee
haa not taken. or ia not expected to tak.­
within a reasonable lime, effective stepa
to achieve practical application of the
aubject invention in such field of uae;

(ii) To alleviate health or safety needa
which are not reasonably satisfied by
the contractor. assignee. or thelr :
licensees: .

(iii) To meet requirements for public
use specified by Federal regulations and
auch requirements are nol reasonably .
satisfied by the contractor, assignee. or
licensees: or

(iv) Because the agreement required
by paragraph (g) below has neither been
'obtained nor waived. or because a
licensee of the exclusive right to use or
seil any subject invention in the United
States is in breach of its agreement
obtained pursuant to paragraph (gJ
below.

(2) This right oC the agency shaU'be
exercised only after the contractor has
been provided a reasonable time to
presenl facta and show cause why the
proposed agency action should net be
taken. and afforded an opportul)ity to
taka appropriale action ifthe contractor
wishes to dispute or appeal the
proposed action. in accordance with
27.304-1(gJ, . /

(g) Preference for United Stales
industry. Unless provided otherwise in
accordance with 27.304-1(0, contracts

. provide that no contractor which
receives title to any subject invention
and-no assignee of any such contractor
shall grant to any person the exclusive
right 10 use or sell any subject invention
in the Uniled States unless such person
agrees Ihat any products embodying the
subject invention or produced through
the use of the subject invention will be
manufacturedsubstantiaUy in the
United States. However. in individual
cases. the requirement for such an
agreement may be waived by the a~cncy

upon a shuwtng by the contractor or
assignee that reasonable but
unsuccessful effortS have been made to
grant licensesonsimilar terms to
potential licensees that wouldbeIikely
10rIlliifufacfutesuDslaritially ui'the
United Stales or thai under the
circumstances domestic Jt1anufacturei.
not commerciaUy feasible.

(h) Minimum rig.~ts to coptractor. (1)
When the Government acquires title to a
.&ubject invention. L"Je contractor is
normally granted a reveeable,
nonexclusive. royalty-free license 10 that
invention throughout the world. The.
contractor's license extends to ita
domestic subsidiaries and affiliates. if
any, within the corporate structure of
which the contractor is.e pert and
includes the right to grant aublicenses of
the same scope to the extent the

contractor waa legally obllgateq·to do so
at the time the contract was awarded..
The license is transferable only with the
appeoval of the contracting officer
except when transferred 10 the
successor of that pert of the contractor's
business 10 which the invention
pertains.

(2) The contractor's domestic license
may be revoked or modified to the
extent necessary to achieve expeditious
praclical application of the subject
invention pursuant to an application for
an exclusive license submitted in
accordance with the applicable
provisions in the. Federal Property
Management Regulations and agency
licensing regulations. This license will
not be revoked in that field of use or the
geographicalareas in which the
contractor has achieved practical
application and continues to make the
benefits of the invention reasonably

. accessible to the public. The license in
any foreip country may be revoked or
modified to the extent the contractor, its
licensees. or its domestic subsidiaries or
affiliates have failed 10 achieve practical
application in that country. See the
procedures at 27.304-1(e).

(i) Confidentiality of inventions. The
publica lion of information disclosing an
invention by any party before the filing
of a patent applicancn may create a bar
to a valid patent. Accordingly. 35 U.S.C.
205 and OMB Circular A~124 ora vide
that Federal agencies are authorizedto

. withhold from disclosure to the public
information disclosing any invention in
which 'the Federal Government owns or
may own a right. title. or interest
[including a oonexclusive license) for a
reasonable time in order fora patent
application 10 be filed. Furthermore,
Federal agencies shan not be required to
release copies of any document which is
part of an application for patent filed
with the Uniled Slates Patent and
Trademark Office or with any foreign
patent office. The Presidential
Memorandum on Government Patent
Policy specafies that agencies should
~r.ot.ect the,c:o.nfide.~tlaiIt1.ofiIlve,~tion

-"-"'di~iaos-ure·sana patertfa-pplicitions' :
required in. performance or in
ccneecuence oi awards to the extent
permitted by 3.<; U.S.C. 205 or other
applicable laws.

27.3(l1 Cont~etcfal"'S.

In contracts (and solicitations
therefor) for experimental
developmental, or researeh work (but
see 27.304-3 regarding contracts for
construction work or architect-engineer
services), a patent rights clause shall be
inserted as follows:

[a, (1) The contracting officer shail
insert the clause at 52.227-11.Patent

Righti-Retentioft by the Contractor
(Short Form). If all the following
conditions apply:

(i) The contractor Is a small business
concern or nonprofit organization as
defined in 27.301 or. except for contracts
of the Department of Defense (DOD), Ihe

· Department of Energy (DOE), or the
". National Aeronautics and Space

Adminislration (NASAJ, any other type
of contractor,

(ii) No alternative patent rights clause
is used iitaccordance with paragraphs
(c) or (d) below or 27.304-2. .

(2) To the extent the Information is not
required elsewhere in the contract. and
unless otherwise specified by agency
supplemental regulations. the
contracting officer may modify
paragraph (0 of the clause to require the
contracttirto do one or more of the

· foilowjng:
(i) Proviqe periodic (but not more

frequently·than annually) listings of ail
subject inventions required to be
disclosed during the period covered by
the report:.

(ii) Provide a report prior 10 the
closeout of the contract Hating all
subjecf inventions or stating that there
were none.

[iii} PrllVide notification of all
subcontracts for experimental.
developmental, or research work.

llvl Provide. upon request, the filing
date. serial number and title: a copy of
the patent application: and patent
number and issue date for any subject
invention in any 'country in which the
contractor has applied for patents.

(vl Furnish the Government an
irrevocable power to inspect and make

· copies of the patent application file.
(3) U the acquisition of patent rights

for the benefit of a foreign government is
required under a treaty or execanve
agreement or if the' agency head or a
designee determines at the time of
contracting that it would be in the
national interest to' acquire the right to
sublicense foreigngovemments or
international organizations pursuant to
any·existing-or future .trea ty.,or
agreement. the contracting officer shall
use thedause with; its Alternate L

(b) (1) The contracting offieer shall
insert the clause at'52.227-12. Patent
Rights-e-Retention by the Contractor
(Long Form). if .11 thP. follOWing
conditions apply:

(i) The contractot is other than a small
business firm or nonprofit urganraation,

{til No altem.ative clause is used in
accordance with paragraph (c) or (d)
below or 27.304-2-

(iii) The contracting agency is one of
those excepted under subdivision
(a 1(1)(i) above.
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title in the Jordgn country involved
mi~ht be required. In addi!iun.:I!:c
Alternate may be modifi~d to provide
for direct Iicl!:lsing lJy the contractor of
Ihe foreign.government or International
erganizatiun.

27.304 Procedure s,
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Chapter 18 otTilIe 3S of the Uniled
Stutes Cede.

(iii) Il is determined by a Covcmmcnt
authority whlch isauthu;i;:I:U by statute
or executive order to conduct foreign
lntc :lig~nce .nr countertntelllgence
activities that restnctioa or elimination
of, the nght tc retain any subject
invcntion is necessary tu protect the 27.304-1 General.
aecunty of such autivitlea. ... _..

(2) AllY determination under (a) Greater rights dete.-mmr tJons.
subdivision (tJ(ii) above will bein Whenever the contract cont~lns the
writing and accompanied by a written claus~~!52.227·13..Patent R:ghts-
statement of facts justifying the Acquisition by the Governm.ent.th;e
determinutlnn. The statement 0.( facts contractor (or an employee-mventor uf
will contain such information as the the contractor after consultation with
aK~nr.)' deems relevant and. at a the contractor) may request greater
minimum. will (i) identify the rights t? an ide~(ifie~ invention.within
crgemzattonlnvclved. (ii] describe the the penod specified m such clause.
extent, to which agency action restricted Requests for greater rights ma,Y be
or eliminated the right to retain title to a granted if -the agency bead or designee
subject invention. (iii) state .the factlt determines that the interests, ofthe
and rationale support:ng the agnncy United States and the general public w ilI
action. (iv) provide supporting be better served thereby. In making such
documentation for those facts and determinations. the agency head or
rationale. and (vJindicate the nature of designee shall consider at least the
any objections to the agency action and following objectives:
provide any documentation in which (t) Promoting the utilization of
those objections appear. In .the case of inventions arising from federally
contracts with small business concerns supported research and development.
or nonprofit organizations. a copy of (2) Ensuring that inventions are used
each such determination and written in a manner to promote free competition
stat('me~lorfacts will be sent .to the and enterprise.
Comptroller Generol of the United (3) Promoting public availability of
States ~:Ith:n 30 days after the award of inventions made in the United States by
Ihe applicable funding agreement. In the United Slates industry and labor.
case of contra,cts w,lth small business (4).En9uring that the Government
concerns. copies wtll also be sent to the bt . fr. . I . hI . fed II
Ch · rC I' Ad f th S II 0 oms su rcien rig s on re P.rJ. y-Ie ounse lor vocacy oe rna,,;· .' ....,
Business Administration. supported Inventions to-meet the needs

[e] To qualify for the clause aI52.227. of th~ Gov~mmenl andprctect the
11. a prospective contractor maybe' publlc ,agalns.t nonuse or unreasonable
required by the agencies excepted under use of Inven~lOns, . . .
subdtviston (a)(IHi) above to certify that (b) Retention of rights by inventor. If
it is either a small business firm or a the contractor docs not elect to retain
nonprofit organization. If one of these title to a~ubject invention. the as7"cy
agencies has reason to question the m~y consider and. after consultation
status of the prospective ccntractoe. the Wltht?e con~actor.grant. requests for
agency may file a protest in accordance retenh?n of rJ~hts. by the I~ventor. .
with 13 eFR 121.3~5 if amall business Retention of fights by themventor will
firm. s:tatUB ·is-quesHonedor· require-the .. ~be .su.bje.ct JoJhe. ~Q,~Q.iI,i9Jl:ljl1,- .....
prospective contractor to furnish paragraph (d) (except subparagraph
evidence of it. slalus a. a nonprofit (d)(I)]. subparagraph (f)(4). and
organization_ paragraphs (hJ, (IJ, and I,] of the

(f) Th. Allernat.. 10 the clauses at applicJble Patent Righls-.Retention by
52.2.27·11. 52,227·12~ a~d·52,227-t3. as the Contractor clause.
app!ic30!e, may be modified by deleting (c) Co~·ernme.nt us:;:"gnment to
the reference to future trcaties or contractor ofrights in GO"'ernment
agree:ncnt5 or by oth~rwise more . employees' inventions. When a
narrowly definingda.5ses of (ulure.". Government employee is a coinventor of
treaties or agreements. It may:alsa.be an invention made under a contract with
modified to make clear that the rights a small business firm or nonprofit
granted 10 the foreign government or organization. the agency employing the
international organization may be for coinventor may transfer or reassign
additional rights beyond a license or whatever right it may ac:quirein the
suhlicen:!e if 80 required by the subject invention from its'employee to
applicable treaty or international the contractor. subject to the conditions
sgreement. For example. in aome cases of 35 U.S.C. Chapler 18 and OMU
exclusivc licenses or even a::lsi~nmentof Circular A·124.
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(2) If lhr: acquisition orp:l~rnf righls

fur the beneflt oCa ford.:;n government is
required under a trea ty or exccuuve
agreement orif lhei:l~.:nc~·head or a
designee dntcrmiaes at the timeaf
contracting that it would be in the
national Interest to acquire the right.to
eublfcennu foreign governments or
tntemuuonu! or;:;i1:1.iZ;ttions pursuant to
any exisring()1" ruture'trcatyor
agreement. theccotructmgojficer shall
use the clause with its Alternate r.

(e) (1) The contracting officer ahall
insert the clause at 52.2'2:7·13. Patent
Rights-Ac'luJliition by the Covernrnent,
if any of the rollowing conditions apply:

{i} No alternative clause is used in
accordance with suhparagraph (c){2)or
paragraph (d) below or 27.304-2.

(ii) The work ia to be perfonned
outside the United States, its ­
posaessions. and Puerto Rico by
contractors that are not small business
firms. nonprofit crganteatlons as defined
in 27.301. or domestic firms. for
purposes of Ihis subp.,agraph,the
contracting officer may presume that a
contractor is not B domestic firm unless
it is known that the firm is not foreign
owned. CUll trolled. or influenced, (See
27,3().J.-t(a) regardingsubcuntracls with
U.S. firrns.]

(2) Pursuant to. their statutory
requirements. DOE and NASA may
specify in their supplemental regulations
use of a modified version of the clause
at 52,227-13 in contracts with other than
small business concerns or nonprofit
organizations. -

(3) If the acquisilion of patent rights
for the benefits of a foreign government
is required under a treaty or executive
agreement or if the agency head or a
designee determines at the time of
contracting that it would be in' the
nation:.....! .interest to acquire the right to
sublicense foreign governments or
lntemauonul oranmaations pursuant to
any existirr; or future treaty or
agte,em~n1.-.the,:collJfacting.offic.e.r- .shcll
use the clause with its Alternate I.

(dJ (1) tf one of Iho following applies.
the contracting ofrkcr may insert the
c1au,P.prescribod in parawaph (a) or (b)
above as otherwise applicable;agj.:nl~Y

supplemental rrgulations may pro\"ida
another clause and speciry its usc; or the
conlracting officer shall insert the clause
prescribed in.paragraph (c) ab,ove:

(il The contract is for the operation of
a Government-owned research or
production racility.

(ii) There arcexceplional
circumstances and theag~ncyhead

de~ermjnes that restriction or .
elimination of the right to retain title to
any subjp.ct inv~ntion will better
promote the policy and objectives of
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" (d) Additional requirements. (I) If it is
desired to have the right to require any
of the following. the contract shall be
modified to require the contractor to do
one or more or the following:

(i] Provide periodic (but not more
frequently than annually) listing.!! of all
subject inventions required to be
disclosed during the period covered by
the reporL -

(ii) Provide a report prior to the
closeout of the contract listing aD
subject inventions or st~g that there
were none.

(iiiJ Provide notification of <UJ
subcontracts for experimental.
developmental. or research work.

(ivl Provide upon request. the filing
date. serial number and title; a copy of
the patent application: and patent
number and issue date for any subject
invenlitin inany country in which the
contractor haa applied for patents.

(vJ Furnish the Government an ­
irrevocable power to inspect and make
copies of the patent application file.

(2) To th.. extent pravided by such
modification (and automatically under
the terms of the clauses at 52.227-12 and
-13), the contracting officer may require
the conrractor to-c

[i] Furnish a copy of each subcontract
containing a patent rightsclause (but if
a copy of a subcontract is furnished
uncieranother clause. a duplicate shall
not be requested under the patent rights
e1ause); .

(til Submit interim and final invention
reports listing subject invendons and
notifying the contracting officer of all
subcontracts awarded for experimental.
developmental. or research work.:

(iii) Submit information regarding the
filing date. serial number and title. and.
upon request. a copy of the patent
application. and patent number and
issue date for any subject invention in
any country for which the contractor has
retained title; and _

(iv) Submit periodic reports on the
utilization ofasubjecUnventionor on
efforts.atohtair.inguliJization that are.·
being made by the contractor or its
licensees or assignees.

(3) The contractor is required to
deliver to the contracting officer an
instrument confirmatory of all rights to
which the Government is entitled and to
furnish Ute Govemmeat an Irrevocable
power to inspect and make copies of the
patent application file. Such'delivery

-should normally be made within 6
months after filing each pa tent
application, or within 6 months after
submitting the invention disclosure if the
application has been previously filed.

(e) Revocation ar modification of
contractor's minimum rights. Before
revocation or modification of the

contractor's license in accordance with
27.302(h}(Z). the contracting officer will
furnish the contractor a written notice of
intention to revoke or modify the
license. and the contractor will be
allowe-d 30 days (or such other time as
may be lluthorized by the contracting
officer for good cause shown by the
contractor) after·the notice to show
cause why the license should not he
revoked or modified. The contrastor has
the right to appeal. in accordance with
applicable provisions in the Federal
Property Management Regulations and
agency licensing regulations. any
decisions concerning.the revocation or
modification.

(fJ~odificatjon. waiver,.oromission
of rights of the Government or
obligations ofthe contractor. (1) In
contracts-not subject to 35 U.s.C.
Chapter 1& an agency may modify.
waive. or omit. in whole or in part. any
of the rights of the Government or
obligations of the contractor described
in 27.302(c} through (h) if the agency
head or designee determines at the tittle
of contracting (1) that the interests of the
United States and the general public will
be better served thereby as. for
example. where this is necessary to
obtain a uniquely or highly qualified
contractor. or [ii] that the contract
involves cosponsored. cost sharing; or
joint venture research and development.
and the contractor. cosponsor. or joint
venturer is making a substantial
contribution of funds. facilities. or
equipment to the work performed under
the contract.

(2) Any modification. waiver. or
omission of tfie.rights of the Government
shall be in writing and accompanied by
a written statement of facts justifying
the determination. Inasmuch as these
rights are normally considered the
minimum rights necessary to prated the
interests of the United States and the
general public under the policy and
objectives of 27.302(a)(1). such
statement must specificefly-c-

(i)Oeacribe the. extent to which the.
Government's rights are tobe modified.
waived. or omitted:

(ii) State the facts and rationale for
such modification. waiver. or omission:
and

(iii} Include a statement as to why the
~.tcrcst~ of the United States and Ihp
general public will be better served by
such modlficanon. waiver. or omission
under the policy and objectives of
27.302(a)(1). with particular emphasis on
(AI ensuring that the Government
obtams sufficient rights to meet its '
needs competitively and at the lowest
cost when reiinquishing the­
Govemment'sroyalty-free license rights.
(BI protecting the public against nonuse

or unreasonable use of inventions
arising out of the contract when
relinquishing march-in rights intended to
prevent suppresaion of such inventions
and to assure their availability to meet
health or safety needs or regulatory
requirements. and (C) promoting the
public availahility of such inventions
through commercialization by United
States industry and labor.

(g) Exercise afmarch-in rights. The
following procedures shall govern the

. exercise of the march-in rights set forth
in 35 V_S.C. 203. paragraph (j] of the
Patent Rights-Retention by the
Contractor clauses. and subdivision
(c)(l)(ii) of the Patent Rights- ..
Acquisition by the Government clause:

(1) When the agency receives
information that it believes might
warrant the exercise of march-in rights.
before Initiating any march-in
proceeding in accordance with the
procedures of subparagraph (2) below. it
shall notify the contractos in writing of
the information and request informai
written Dr oral comments from the
contractor. In the absence of any
comments' from the contractor within 30
days the agency may. at its discretion.
initiate theprocedures below. If a
commentIs-received. whether or not
within 30 days. then the agency shall.
within so days after it receives the
commenteither initiate the procedures
below or notify the contractor; 'in

"writing. that it will not pursue march-in
rights based on the information about
which the contractor was notified..
- (2) A march-in proceeding shall be
initiated bvthe issuance of awriUen
notice by the agency head or a designee
to the contractor and its assignee or
exclusive licensee.as applicable. stating
that the Government has determined to
exercise march-in rights. The notice
shall state the reasons for the proposed
march-in in terms sufficient to put the
contractor on notice Of the facts upon
which the action is based. and shall

~. Sp'e'cify tit" 'fie1d'0 rfleldaof-use' in'which"
the Government is considering requiring
licensing. The notice shall advise the
contractor. assignee. or exclusive
licensee of its rights as set forth in 33.011
and in any supplemental agency
regulations- or procedures. "The
determination to exercise march-in
rights shall be made by the contracting
officer. a8 a final decision for purposes
of the Contract Disputes Act in
accordance with 33.011_

(3) These procedures shall also apply
to the exercise or march-in rights
against inventors receiving title to
subject inventions under 35 U.S.C. 2021 d]
and. for that purpose. the term



27.304·2 Contracts placed by or10r oth~
Govemment agencleL _

The following procedures apply .unless
agency agreements provide otherwise:
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rights clause In any lower-tier contract
in accordance with the policies and
procedures of this subpart. For instance.
when the clause at 52.227·13 is in tha
prime contract becausatha work is to be
performed overseas. any subcontract
with· a nonprofit·organization would
contain the clause at 52.227-11.

(b) Whenever a prime contractor or a
subcontractor considers the inclusion of
a particular clause in a subcontract to
be. inappropriate or a subcontractor
refuses to accept the proffered clause,
the matler shall ba resolved by the
agency contracting officer in
consultation with counsel.

(c) 1\ is Government policy that
contractors shall not usa their ability to
award subcontracts 8S economic
leverage to acquire rights for themselves
in inventions resulting from .

· subcontracts.

27.3lJ4-S Appaals.
[aj The agency official initially

· authorized to take any of the following
actions shaD" provide the contractor with
a written statement of the basis for the
action at the time the action is taken.
including any relevant facts that were
relied upon in taking the action:

(1) A refusal to grant an extension to
the invention disclosure period under
subparagraph (c)(4J of the clauses at
52.227-11 and 52.227-12.

(2) A request for a conveyance of title
to the Government under 27.302(d)(1)[i]
through (vJ. _ .

(3) A refusal to grant a waiver under
27.302[g). Preference for U.S. Industry.

(4) A refusal to approve an
assignment under 27.304-1(h)[1). .

(5) A refusal to approve an extension
of the exclusive license period under
27.304-1(hj[3j. '

(b) Each agency shall establish and
publish procedures under which any of
the agency actions listed in paragraph
[a) above may be appealed to the' head
of the agency or designee. Review at this
level shall consider both the factual and
legal basis for the action and its

·consistency'with, thepoliey .and­
objectives of 35 U.S.c. 200-206 and this
subpart.

(c] Appeala procedures established
under paragraph (b) above shall include
administrative due process procedures
and standards for fact finding at least
comparabIe to those set forth in Part
13e-g of OMB Circular A-124 whenever
there is a dispute as to the factual basis
for an agency request for a conveyance
of titla under 27.302(dj(1)(i) through (v)
including any dispute as to whether or
not an invention is a subject invention.

(d) To the extent that any of the
actions described in paragraph [a)
abnve are subject to appeal under the

Contract Disputes Act. the procedures
under that Act will satisfy the
requirements of paragraphs (b) and [c]
above.

27.30S:. 'Adminiatration'" patent rights
clauses.

27.30~ t Patent ri9ht. follow-up.
[a) It I. important that the

Government and UIe contractor know
and exercise their rights in inventions
conceived or first actually reduced to
practice in the course of or under
Government contracts in order to ensure
their expeditious availability to.the

. public and to enable the Government,
the contractor. and the public to avoid
wmecessary payment of royal ties and to
defend themselves against claims and
.uits for patent infringement. To attain

. these,ends. eentractshaving a,patent
.tights clause should ba so administered
that-

(1) Inventions are identified,
disclosed. and reported as raquired by
the contract. and elections are made:

(2) The rights of the Government in
such inventions are established:

(3) Whare patent protection is
appropriate. patent applications are
timely filed and prosecuted by
contractors or by the Government: _

(4) The rights of the Government in
filed patent applications are .
documented by formal instruments such
8S licenses or assignments: and

(5) Expeditious commercial utilization
of such .inventions is achieved.

[b) If a subject invention is made
under funding agreements of more than
one agency. at the request of the
contractor or on their own initiative. the
agencies shall designate one agency as
responsible tor administration qf the
rights of the Government in the
invention.

21.3050-2 Follow.....p by contractor.
(a) Contractor procedures. If required

by the applicable clause. the contractor
shall establish and maintain effective
procedures to ensure its patent rights
·obligations-aremet and that subject·.
-inventions are timely identified and
disclosed-and whee appropriate. patent
applications are filed.

Ib) Contractor reports. COiltractors
'hall submit all reports required by tha
yalent rights clause to the contracting
officer or other representative
designated for such purpose tn the
contract. Agencies may. in their
implementing instructions. provide
specific forms for use on an options!
basis for such reporting.

'17...305-3 Follow-up by Government.
(alAgencies shall maintain

appropnate follow-up procedures to

protect the Covernment's interest and to
check that aublecttnventions are
identified and disclosed. and when
appropriate. patent applicalions are­
filed. and that the Government's rights
therein are established and protected,
Follow-up activities for contracts, that
include a clause refarenced in 27.304-2
sball be coordinated with the .
appropriate agency.

(b) Thecontracling officer
administering the contract (or other
representative specifically designated in.
the contract for such purpose) is
responsible for- receiving invention
disclosures. reports. confirmatory
instruments. notices. requests. and other
documents and information submitted
by the contractor pursuant to 8 patent
rights clause. If the contractor fails to
furnish documents or information 8S
called for by the clause within the time
required. tha contracting officer shall
promptly request the contractor to
supply the required documents or·
information and. if the faHurepersists.
shall-takeappropriate action to secure
compliance. Invention disclosures.
reports. confirmatory instruments.
notices. requests. and other documents
and information relating 10 patent rights
clausesshatl be promptly furnished by
the contracting officer'administering the
contracf(or other designee) to the
procurmg.agency or contracting activity
for which theprocurement was made for
appropriate action.

(c) Contracting activities shall
establish appropriate procedures to
detect and correct failures by the
contractor to comply with its obligations
under the patent rights clauses. such as
failures to disclose and report subject
inventions. both during and after
contract performance. Ordinarily a
contractor should have written
instructions for its employees covering
compliance with these contract
obligations. Government effort to review
and correct contractor compliance with
its patent rights obligations should be
directed primarily towards contracts

't.&iii;'becausii'of th"nafur"'o{ the .
research. development. or experimental
work or tha large dollar amount spen t
on such work. are more likely to result
in subject tnventions significant in
number or quality. and towards
contracts when there is reason to
believe the contractors may not be­
compiying with their contractual '
obligations. Other contracts may be
reviewed using a spot-check method. as
feasible. Appropriata follow-up
procedures and activities may include
the investigation or review of selected
contracts or contractorsby those
qualified in pa tent and lechiiical ma tters
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te detect fl'iluea 1000".with
conlrael abIi~.

Id) FaUoW'-Uj> activities .ahould
include. where apprapriBta, 1lIe of
GovenIIIIl$t palAmt penonnel-

UJ To interviaw "lUcy teclmical
penoDDel te ideDtlf, IIOV81
developmanll made in CODlraeta;

IZ1To review teclmical raporla
submllled bYOODtracten with COSDiZaDt
agency leclmical penonne!: . .

(3) To check the Official Gazelle of
the United SlIte. Patenl and Trademark
Office and ather BDurceo far palenll
issued 10 the contractor in fields related
tu ill Govemmanl contracts: and

(4J If addllional informalion i.
required. to have cognizant Government
personnel interview contractor .
persermel regarding work under lbe
contract involved. observe the work.on
site. and inspect laboratory notebook.
and other records 01 the contractor
related to work under the contract.

(e) If it is detennined lbat a contractor
or subcontractor does not have 8 clear
understanding of the rights and
obligations of the parties under a patent
rights clause. or that its procedures for
complying with the clause are deficient,
a post-award orientation conference or
letter should ordinarily be used to
explain these rights and obligations [see
Subpart 42.5J.When a contractor fails to
establish. maintain. or follow effective
procedures for identifying. disclosing.
and. when appropriate. filing patent
applications on inventions. (if such
procedures are required by the.,patent
rights clause], or.after.appropriate notice
fails to correct any deficiency, lbe
contracting officer may require the .
contractor to make available for .
examination books, records, and
documents relating to ·the contractor's
inventions in the same field of
technology as the contract effort to
enable a detennination ofwhether there
are suehInventfons and may invoke the
Withholding of payments provision [if
any) of the clause. The withholding of
P1!Yl'lg~tspro~-j"ionJif any).of the !laten.t
rights. clause ·or of any other contract
clause may also be invoked if the
contractor fails to disclose a subject
Invention. Significant or repeated
Iallarea by a contractor to comply with
the patent rights obligation in its
contracts shall be documented and
made a part of the general file [see
4.801(c)(3J).

27.3050-4 Cor-vayanee of Invention rights
acquired by the Government.

(a) Agencies are responsible for those
procedures necessary to protect the
Goveriunent's interest in subject
inventions. When the Government
acquires the entire right. title. and

interest in an iDwDti"" b7 _I. IIIis
is narmaJly • al'liobed~ aD

IUiBnmeDt either from each invenlar ID
!he CODtraetor and from the contractor
ill the Govemmlllt,. orfl'llllllb. inventor
to the Govll1'IIIIIent with the conoenl of
thl _tractor, III thelthe chain of title
fraIj, the invenlDI' te the Governmen1 is
derrly eotabliohed. When the
Govel'DllUlnt'l righll are Umiled to I
Iicenoe. there should be I coofinnatory
instrument to -that effect,

(hJ The fonn or conveyance of title
from the inventor to the contractor muat
be legally sufficient to convey the righll
the contractor is required to convey to
the Government Agencies _y. by
supplemental instruction•. develop
suitable essignments. licenses. and other
papers evidencing any righll of the
Government in patents or patent
applications. including such instruments
as may be required to be recorded in the
Statutory Register or documented In the
Government Register maintained by the
U.S. Patent and Trademark Office
pursuant to Executive Order.9424.
February 18. 1944.

27.30~5 Publication or release of
Invenliondlscloaur...

(a) In accordance with the policy at
27,302[i). to protect their mutuel
interests. contractors and the
Government should cooperate in

- deferring the publication or release of
invention disclosures until the filing of
thEdirst patent application. and use their
best efforts to achieve prompt filing
when publication or release may be
imminent. The Government wi:ll. on its
part and 10 the extent authorized by 35
U.S.C.205. withbold from disclos",e to
the public any invention disclosures_
reported under the patent rights clauses
of 52.227-11.52.227-12. or 52.227-13 for a
reasonable time iJ:1 order for patent
applications to be filed. The policy in
27.302(i) regarding protection of
confidentiality shall- be followed.-

(bf'Tbe Government will also us.
reasonable efforts to withhold from
disclosure to the public for a reasonable
time other information 'disclostng a
reported invention included in any data
delivered pursuant to contract
requirements; provided. thai the
contractor notifies the agency as to the
identity of the data and the invention to
which it ~e!ate;9,at the ti~e cfdelivery of
the data. Such notification must be to
both the contracting officer and any
patent representative to which the
invention is reported. if other than the
contracting officer.

27..301 I' .... _ell. :c-.d patent
rIg_ to third partla.

[a] A contJ'act with a lDIaD buainess
firm "r aooprofil organization will not .

. cantria. pnI'ririGDell~ the
Govel'lllDent ~ requile thelicensing 10
IhinI prrtiea of m....ntiono owoedby the
oontraetor thOlt are not IR!bject
inveJltionlllftJesl such ptOYieian bas'
be.. approved by the 1gency head and
wrillen justificalion hal beelHigned bY
the'ISBncy head. Any sucIt prov;eioD
will clearly slale whether the Iiceneing
may be required in connectioll with the
practice of a subjecl invention. a
specifically idel'ffifl8d wwk-ab;ect. in­
both. The agency head meT _ ilelepta
the authority to aPProve aoch pravisionl
or to sign justifications required for such
provisions: '

(b) The Government will not require
the licensing of third parties under any
such provision unless the agency head
determines that the use of the invention
by others is necessary for the·practice of
a subject invention or for the use of a
work object of the contract and that
such action-is necessary to aChieve the
practical application of the subject
invention or work object, Any· such
determlnaticn will be on the record after
an opportunity for a-hearing. and the
contractor shall be given notification of
the determinauon.by certified or
registered mail. The not.ficattcn shall
include a statement that any action
commenced for judicial review of such
determination must be brought by the

. contractor within 60 days after the
notification.

SUBPART 27.4-RIGHTS IN DATA AND
COPYRIGHTS'

27~"Ol General.

It is necessary fat Government
departments and agencies, in order to
carry out their missions and programs.
to acquire or obtain access to many
kinds of data developed under or used
in performing their contracts. Such data.

--, "-~i"re r-equTt;ediii o-t"der''tinJbtauf""--· -.--- '." .'.
competition among suppliers; to meet
acquisition, needs: to ensure logistic
support: to fulliIl certain responsibilities
for disseminating and pubhshing the
results of their activities; to ensure
appropriate use of the results of
research..development. and
demonstration activities: and to meet
other programmatic and statutory
requirements. At the same time. the
Government recognizes that its
contractors. may have a property right or
other valid economic.interest in certain
data resulting from private investment.
and that the protection from
unauthorized use and disclosure of this

<,

"

•
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PART 52-SOLICITATION
PROVISIONS ANO CONTRACT
'CLAUSES

17. The table of contents for Part 52 is
amended by.adding the following
entries-

•

•

•

•

•

•

•

•

•

•

•

52.227-1 Authorization and.Consent.
52.227:"2 .Noticeand Assistance Regarding

Patent and Copyright Infringement.
52.227-3 Patent Indemnity.
52.227-4 .PatentIndemnity-c-Construction

Contracts.
52.227-5 Waiver of Indemnity.
52.227-6 Royalty Information.
52.227-7 Patents-c-Netlce of Government

Licensee.
52.227-8 Reporting of Royalties(Foreign).
52.227-9 Refundof Royalties.
52.227-10 Filingof Patent Applications­

Classified Subject Matter.
52.227-11 Patent Rlghts-c-Retentlcn by the

Ccntractor jghort Form).
52.227-12 Patent Rights-e-Retentlcn by the

Contractor (Long Form).
52.227-13 Patent Rights-Acquisition by the

Government.

[b)· • ·'Contractors may not supply
a foreign end product with a total value
of$161,OOO or more unless the foreign
end product is a designated country end
product (see FAR 25.401). or unless a
waiver is granted under section 302 of
the Trade Agreements Act of 1979 (see
FAR 25.402(bJ).

Authority: 40 U.S.C. 486(c}: Chapter 131.10
U.S,C.: sod 42U.S.C. 2453(c).

lB. The titles and text of subsections
52.222-40 through 52.222-44 are removed
and reserved. .

19. In paragraph (b) of the contract
clause at subsection 52.225-9. the last
sentence is revised to read as follows:

52.225-9 Buy American'Act~Trade

Agreements Aet-Bal.ance of Payments
Program.

52.227~1 Authorization and Consent.

As prescribed at 27.201-2(..). Inseet'the
following clause:

AUTHORIZATION AND CONSEtlU .
(APR 1984) .,.

fa) The Government authorizes and
consents to all use and manufac)W:'~in

performing this contract or any ~

subcontract at any tier. of any invention
described in and covered by a United
States patent [1) embodied in the
structure or composition of any article
the delivery of which is accepted by the

Government under this contract or (2)
used in machinery. tools. or methods
whose use necessarily results from
compliance by the Contractor or a
subcontractor with (i) specifications or
written provisions forming a part of this
contract or [ii] specific written f

instructions given by the Contracth{g
Officer directing the manner of
performance. The entire Iiablllty to the
Government for infringement of a patent
of the United States shall be determined
solely by the provisions of the indemnity
clause. if any, included in this contract
or any subcontract hereunder (including
any Iower-tlereubcontractj.and the
Government assumes liability for all
other infringement to the extent of the
authorization and consent hereinabove
granted.

(b) The Contractor agrees to include.
and require inclusion of. this clause.
suitably modified to identify the parties.
in all subcontracts at any tier for
supplies or services (including
construction, architect-engineer
services, and materials. supplies,
models. samples, and design or testing
services expected to exceed $25.000:
however, omission of-this clause from
any subcontract. under or over $25,000.
does not.affect this authorization and
consent ",

(End of clause) [R 7-103.221961 )AN)
Alternate I [APR 1984). The foilowing

is substituted for paragraph (a) of the
clause:

(a) The Government authorizes and
consents to all use and manufacture of
any invention described in and covered
by a United States patent in the
performance of this contract or any
subcontract at any tier.

[R 7-302.21 1964 MAR}
Alternate II [APR 1984}. The following

is substituted for paragraph [a] of the
clause:

(a) The Government authorizes and
52.227 [Removed] consents to all use and manufacture in

20. Section 52.227[Reserved] is the performance of any order at any tier
removed. or subcontract at any tier placed under

21. Subsections .s2.~227~1 through. . this contract' for communication services
-52-.227~tj areadded 'tlf'read:as·C6tt'ows:-: .'··-and:faeilities-for which ratesceharges,-...

and tariffs are nat established by a
8Ryemment regulatory body. of any
'ibven;toadescribed in and covered by a
United slates patent [I) embodied in the
struch,lfJJor composition of any article
the dellirery of which is accepted by the
Government under this contract or (2)
used in macmof!'l;!, tools. or methods
whose use necessarily results from
compliance by the contractor or 8

subcontractor with specifications or
.written provisions forming a part of this
contract or.with speciflc written
instructions given by the Contracting

PART 31-CONTRACT COST
PRINCIPLES AND PROCEDURES

27.601 ,General.

Agencies shall provide all necessary
rules and regulations as are required for
the proper application of the laws and
policies of the Ll.S. Government
regarding-

(a) Elimination in agreements between
domestic concerns and foreign
governments or foreign concerns of
charges for the use of patents in which
the U.S. Government has a royalty-free
license or of charges. in agreements for
the use of data that the U.S. Government­
has a right to use and disclose to others.
that is in the public domainor that was
acquired by the U.S. Government with
the unrestricted right to use, duplicate.
or disclose and to have or permit others
to do so;

(b) Foreign license and technical
assistance agreements between the U.S.
Government and United States domestic
concerns;

[c] Guidance on negotiating contract
prices and terms concerning patents and
data, including royalties, incontracts
between the U.S. Government and a
foreign government or foreign concern;
and

(d) Regulations and guidance on
controls on, the exportationof data
relating fa certain designated items.'
such as arms or munitions of war, and
guidance on reviews of agreements
involving such data (see 22 CFR 124).

31.205-18 fAmended)
16. In subsection 31.205-18,

paragraphs [c)[I)(i} and [c)(l)(v) are
amended by changing "$4 million" to
read "$4.400.000". and paragraph
(c}(l}[ii) is amended by changing
"$500.000" to read "$550.000".

data, and other data made available to
the Government for use, is required in
order to preclude the compromise of
such property right or economic interest.
jeopardizing the contractor's·commercial
position. and impairment of the
Government's ability to obtain access to
or use of such data. Protecttng.thts data
is therefore necessary to encourage
qualified contractors to participate- in
Government programs and apply
innovative concepts to such programs.
Specific agency regulations shall be
framed in light of the above
considerations to strike a balance
between the Government's need and the
contractor's economic interest.

SUBPART 27.5-RESERVED
,

SUBPART 27.6-FOREIGN LICENSE
AND TECHNICAL ASSiSTANCE
AGREEMENTS

12966
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52.227-6 Aoy~lty Information.

As pr escnbed at 27.204-2. insert the
following provision:
ROYALTY INFORMATION (APR 1984)

fa) Cost or charges for royalties.
When the response to this solicitation
contains costs or charges for royalties
totaling rnure than $250. the following
information shall be included in the
response relating to each separate item
of royally or license fee:

{1} Name and address of licensor.
, {2J Date of license agreement.

{ContI'acting Offjeer identify the patents
by number or by other means ifmore
Clppropriate).

(Enfr <>fclauseJ[AV·7'!(j4·5fb)1950~·
JAN)

...........................................................

...........................................................

PATENT INDEMNITY-,.CONSTRUC-
TION CONTRACTS (APR1984J
Except Be; otherwise provided, the

Contractor agrees to indemnify the
Government and its officers, agents, and
employees against llability, including }
costs and expenses. for infringement ­
upon any United States patent (except a
patent issued upon an application that is
now or may hereafter be withheld from
Issuepursuant tce Secrecy Order under
35 U.s.C. 181J arising out of performing
this contract or out of theuse or
disposal by or for the account of the
Government of supplies furnished or
work performed under this contract.

[End of clause) (R 7-802.16 1984jUN)
Alternate I (APR 1984) Designate the

first paragraph as paragraph(aJ and add
the following to the basi" clause as
paragraph [b):

(b) This patent indemnification shall
not apply to the following items:

[Contracting Officer specifically iden­
t1[Y the item to be excluded]

(R 7-802.16[b) 1966 APRJ
NOTE: Exclusion from indemnity of

specified, identified patents, as
distinguished from items, is the

. exclusive prerogative of the agency
head or designee [See 27.203-llJ.

52.227·5 Waiver of Indemnity.

As prescribed at 27.203-6. insert the
following clause:
WAIVER OF INDEMNITY [APR 1984)
Any provision orclause of this

contract to the contrary
notwithstanding. the Government .
herebv authorizes and consents to the
use and manufacture. solely in
performing this contract; of any
invention covered by the United States
patents identified below and waives
indemnification by the Contractor with
respect _to such patents:

52.227-4 Patent Indemnlir--Construction
Contracts.

As prescribed at Zi.203-5. insert the
following clause:

..................... " .

Governmenl of such supplies or
construction work.

(b) This indemnity shall not apply
unless the Contractor shall have been
informed as soon as practicable by the
Gov£111!'lenl of the suit or aclion alleging
sucfFlhlringemenl and shall have been
given such opportunity BS is afforded by
~~able laws, ruJes,·or regulations to
participate in its defense. Further, this
indemnity shall not apply to (lJ an
infrtTIgement resulting from compliance
with specific written Instructions of the
Contracting Officer directing 8 change in
the supplies to be delivered or in the
materials or equipment to be used, or
directing a manner of performance of
the contract not normally used by the
Contractor. [ZJ an infrin~ement resulting
from addition to or change in supplies or
components furnished or construction
work performed that was made .
subsequent to delivery or performance,
or {3} a claimed infringement that is
unreasonably settled without the
consent of the Contractor, unless
required by fina! decree of a court of
competent jurisdiction.

(End of clause) (R 7'-104.5 1975jUNJ
.Alternate I (APR 1984). The following

paragraph [cJ is added to the clause:
[c) This patent indemnification shall

not apply to the following items:

Officer directing the manner of
performance.

(R 7-1702.5[a) 1971 APRJ

ICantracting Officer list and/or identify
the items to be excluded from this
indemnity]

[R 7-104.5[a) 1964 SEP)
Alternate II [APR 1984). The following

paragraph [c) is added to the clause:
{a} This patent indemnification shall

cover the following
items: ; , .
[List and/or identIfy the items to be in­

cluded under this indemnity) [R 7­
104.5(a) 1364 SEPJ

'2.227-3 Potenllndemnlty. Alternate III (APR 1984). The
Insert the following clause as following paragraph is sdded to the

prescribed at 27.203-1[b), 27.203·2(a), or clause:
27.203-4(aJ[2)as applicable: () As to subcontracts at any tier for

PATF..NT I!\I1JE.\.fNITY {APR1964} communication service, this clause shall
" .fa]Tf~ (;Q.ntI'a.~~9rJih.aJ.1 indemnify.the --. apply..only. tc.indivldual.cemmunieatton-
Covemment and its officers. agents,and service authorizations over SS.OOO issued
employees against liability, including under this contract and covering those
costs, for infringement of any United communications services and facilities'
Stales patent {except a patent issued {1} that are or have heen sold or offered
upon an application that is now or may for sale by the Contrac-tor to the public.
hereafter be withheld from issue (2) that Can be provided, over
pur-suant to aSecrecy Order under as commercially availabl e equipment-or
U.S.C.181J arising out of the (3J that involve relatively minor
map..ufactureor delivery of supplies, the modifications.
performance of services. or the [R 7-1701.101971 APR)
construction, alteration, modification, or
repair of real property {hereinafter
referred to as "consteuctton work"}
under this contract. or out of the use or
disposal by or for theaccounj of the

52.227-2 Notice and Asalstance
Regarding Patent and Copyright
Infringement: • '.1 ,.

As prescribed a t 27.202-2. insert the
following clause: _.
NOTICE AND ASSISTANCE REGARD­

L"<G PATl':NT .AND COPYRIgHT IN­
FRINGEMENT (APR 1984). t ''f
[a) The Contractor shall report 10 the"

. Contracting Officer. promptly.and in
reasonable written detail. each notice or
claim of patentor copyright
infringement based on the performance
of this contract of which the Contractor
has knowledge. • .

[b) In the event of any claim or suit
against the Govemlllent on account of
any alleged patent or copyright
infringement arising outof the
performance of this contract or out of
the use CraDY supplies furnished or
work or services performed under this
contract, the Contractor shall furnish to
the Government, when requested by the
Contracting Officer, all evidence and
information in possession of the
Contractor pertaining to such suit or
claim. Such evidence and information
shall be furnished at the expense of the
Government except where the
Contractor has agreed to indemnify the
Government.

{c} The Contractor agrees to Include.
and require inclusion of. this clause in
all subcontracts at any tier for supplies
or services (including construction and
architect-engineer subcontracts and
those for material..supplies. models,
samples. or design or testing services]
expected to exceed the dollar amount
oct forth in 13.000 of the Federal
Acquisition Regulation (FAR).

[End of clause) [R 7-103.23 1965 JAN)
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notify the Contracting Officer of that
fact and shan reimburse the
Government in a corresponding amount.

(0The substance of this clause,
including this paragraph [f], shan be
included in any subcontract in' which the
amount of royalties reported during f
negotiation of the subcontract exceeds
$250.
(End of clause] (V 7-104.8(b) 1968 FEBJ

contract. The Contractor sball also (1)
furnish in writing any additional
information relating to such royalties as
may be requested by the Contracting
Officer and (2) insert a provision similar
to this clause in any subcontract at any
tier that involves an amount in excess of
the equivalenl of 50.000 United States
dollars.

(bl The term "royalties" as used in •
this clause. refers- to any costs or charges
in the nature ofroyalties, license fees.
patent or license amortization costs, or
the like fur the use of or for rights in
patents or patent applications.

(End of clauseJ (R 7-104.8 1966 OCTJ '

52.227·10- Fillng.of Patent Applfcatl"ns;..,.
Classified SUbject MaUer.

As Prescribed at 27.207-2. insert the
following clause:
FlUNG OF PATENT APPLlCAT[ONS-

52 227.9 RId 1 R ItI CLASS[FIED SUBJECT MATTER
. e. un 0 oya es: (APR 1984J
As p.r~scflbedat 27.2?~~2; ~nsert the (a) Before filing or causing to be filed

follow1D8-cl?use. I~ soh~ltatIOnS and a patent application in the United States
contracts WIth an mc~.ntl:,e .!ee .. disclosing any subject matter of this
arrangement, chang~to pnce to .target contract classified "Secret" or higher,
cost and target profit wherever it the Contractor shall, citing the 3D-day
appears. , .. bit '1 h d

REFUND OF ROYALTIES (APR 1984) proVISlO? e ow. ransrm t. e propose
(a] The contract price includes certain application to the Contractmg.OffIcer.

amounts for royalties payable by the The Government shall dete.rI!une
Contractor or subcontractors or both, whet~er, for reas?ns?f national
which amounts have been reported to security, the application should be
the Contracting Officer. placed under an .order ofsecrecy, sealed

(b) The term "royalties" as used in In accordance WIth th? provision of 35
this clause refers to any costs or charges U.S.C. 181-18~ or the Issuance of a
in the nature of royalties. license fees. pate.nt othen:vlse delayed under
patent or license amortization costs. or pertme~t,Unlted States statutes or
the like. for the use of or for rights in regulations. -:he Con.tractor shan
patents and patent applications in observe ~ny Instructions o~ the
connection with performing this contract Contrach~gOfficer regarding the
or arty subcontract hereunder. man?er ?f-deIivery o~ the patent

(c) The Contractor shall furnish to the application to the Umted States Patent
Contracting Officer. before final, OffI.ce. but the Contractor shall nol be
'payment under this contract. a dented the n~ht to ~le the application. If
statement of royalties paid or required t~e Contractmg.Offlcer.shall ~ot.have
to be paid in connection with performing given any such mstrucho~~Within 30
this contract and subcontracts days from the date of mailing or other
hereunder together with the reasons. transmittal of the proposed appl.icat!on•

(d) The Contractor will be the Contractor may file the application.
compensated for royalties reported {b'[Before filing a patent application
under paragraph (c] above, only to the in the United States disclosing any
extent that such royalties were included subject matter of this contract classified
in the contract price end are determined "Confidential," the Contractor shall
by the Contracting Officer to be properly •furnish to the Contracting Officer e copy
chargeable 10 the Government and . of the application for Government
allocable to the contract. To the extent determination whether, for reasons of
that any royalties that are included in national security, the application should
the contract price-are not m-factpetd'by- . be-placed under tin-orderof-eecrecy-ce-.
the Contractor or are determined by the the issuance of a patent should be
Contracting Officer not to be properly otherwise delayed under pertinent
chargeable to the Government and ..!' 116he~t~e,sstatutes or regulations.
allocable to the contract, the contract [c] Wlilre the subject matter of this
price shall be reduced. Repayment or.w. contract i' classified for reasons of
credit to the Government shall be ma'il! security.tthe Contractor shall not file, or
as the Contracting Officer directs. cause to be filed. in any country other

(e) If, at any time within 3 year~fit!r than in the Unitea,States as provided in
final payment under this contract,'th'e- paragraphs (aland (b) of this clause. an
Contractor for any reason is relieved in application or registration for a patent
whole or in part from the payment of the containing any of the subject matter of
royalties included in the final contract this contract without first obtaining
price as adjusted pursuant to paragraph written approval of the Contracting
(d] above, the Contractor shall promptly Officer.

(31Patent numbers, patent application
serial numbers. or other basis on which
the royalty i. payable.

(4J Brief description. including any'
part or model numbers of each contract
item or component on which the royalty
is payable. '

(51 Percentage or dollar rate of royalty
per unit

(6J Unit price ofcontract item.
(7) Number of units.
(8JTotal dollar amount of royalties.
(bJ Copies ofcurrent licenses. In

addition. if specifically requested by the
Contracting Officer before execution of
the contract; the offeror shall furnish a
copy of the current license agreement
and an identification of applicable
claims of specific patents.

(End of provision) (R 7·2003.42 1961
• AUGJ

Alternate 1. (APR 1984J Substitute the
following fo'r the introductory portion of
paragraph [a] of the Basic claus",

When the response to this solicitation
covers charges for special construction
or special assembly that contain costs or
charges for royalties totaling more than
5250, the following information shall be
included in the response relating to each
separate item of royalty or license fee:

lR 7-1710.12)
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52.227~1 Patents-Notice of Government
Licensee.

As prescribed at 27.204-3(c), insert the
following provision:

PATENTS-NOTICE OF
GOVERNMENT liCENSEE (APR 1984)

The Government is obligated to pay a
:royalty applicable to the proposed
acquisition because of a license
agreement between the Government and
the patent owner. The patent number is
.......... [Contracting Officer fill inI. and
the royalty rate is '[Contracting
Officer fill in). If the offeror is the owner
of, or a licensee under. the patent,
indicate below:

( ) Owner [ ) Licensee
If an offeror does not indicate that it is

the owner or a licensee of the patent. its
offer will be evaluated by adding thereto
anamount equal to the royalty.
"(EM'"ofptoviSiol'lrlR '7'2003;1:)1974' ,

APR]

52.227-8 Reporting 01 Royalties (ForeI9n).
As prescribed at 27.204-4. insert the _

following clause: ..
REPORTING OF RQYALTIES

(FOREIGNJ (APR 1984J
(a) If this contract is in an amount that

exceeds 50.000 United States dollars, the
Contractor shall report in writing to the
Contracting Officer while performing

//~thi~ contract th~ amount of royalties
r ,'!; paid or to be paid by the Contractor
-, __ ~;/ directly to others in performing this
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(d) When IlJina any patent application
coming wtthin the ICOpe of tm. clause.
the Coiltraclor shall observe an .
applicable security regulations covering
the trensmission of classified subjecl
meller end shall ptOmptly himiBh to the

. 'Contracting Officer theserial number.
filiIIs date. end name of the country of
eny IUch application. When tranlmitting

. .the application to the United States
- Patent Office. the Contractor shall by

leparate letter identify by egency and
number the contract or contracts that
require security classification markings .
to be placed on the application.

[e] The Contractor agrees to include.
and require the inclusion of. this claus..
in all subcontractsst any tier that cover
Or are likely' to cover classified subject
matter.

[End Of clause) IR 7·104.6-"969 DEC]

52.227·11 PSlent Rights-Retention by
tho Contractor (Short Form~

A. prescribed at 27.303(a). insert the
following clause:
PATENT RlGHTS-RETENTlON BY

THE CONTRAcrOR [SHORT FORM)
(APR 1984)
[a) Definitions.
.::Jp.vention" means any invention or

discovery which is or maybe patentable
, or otherwise pmtectable underTitle 35
'of the United States Code.

"Subject invention" means any
invention of the Contractor conceived or
first actually reduced to practice in the
performance of work under this
contract.

"Practical application" means to
manufacture in the,case of a
composition or product, to practice in
the case of a process or method. or to
operate in the case of a machine or
system: and. in each case. under such
conditions as to establish that the
invention Is being utilized and that its
benefits are. to the extent permitted by
law or Government regulations,
available to- the public on reasonable
le'rtiis;" . -, r

"Made", when used in relation to any
invention. means the' conception or first
actual reduction to practice of such
invention.

"Small business firm" means a small
domestic 'business concern aa defined at
Secticn z of Public Law 85-536\15 U.S.C.
S32) and implementtngregulauons of the
Administrator of the Small Business
Administration. For the purpose of this
clause. the size standards for small
business concerns involved in
Governmentprocurement and
subcontracting at 13 CFR 121.3·8 and 13
CFR 121.3-12. respectively. will be used. '

"Nonprofit organization" means a
domestic university or other institution
of higher educattorr or an organization of

the type described in section 501(c)(3) of
the Internal Revenue Code of 1954 (26
U.s.c. 501(e)) and exempt from llutation
under section 501(a) of the. Internal
Revenue Code (28 U~C;.c. 501(all or any
domestic nonprofit scientific or
educational orpnizalion qualified under
a stete nonprofit organization statute.
. Ibl Allocation ofprincipa/.rights. The
Contractor may retain the eiltire right,
title. end interestlhroughout the world
to each subject invention subject to the
provisions of this clause and 35 U.S.c.
203. With respect to any subject
invention in which the Contractor
retains title. the Federal Government
shall have a nonexclusive.
nontransferable, irrevocable. paid-up
license to practice or have practiced for
or on behalf of the United Ststesthe
subject invention throughout the world.

[c] Invention disclosure, election of
title. and fiiing ofpatent applications by
Contractor.

(1) The Contractor shall disclose each
subject invention to the Contracting
Officer within 2 months after the
inventor discloses it in writing to
Contractor personnel responsible for
patent mailers. The disclosure 10 the
Contracting Officer 'hall be in the fonn
of a written report and shall identify the
contract under whlch the inverition was
made and the inventor(s).1t shall be
sufficiently complete in technical detail
to convey a clear understanding. to the
extent known' at the time of the
disclosure. of the na ture. purpose.
operation. and physical. chemical.

. biological. 'or electrical characteristics of
the invention. The disclosure shall also
identify any publication. on sale. or
public use of the invention and whether
a manuscript describing the invention
has been submitted Ior publicatton and.
if so. whether it has been accepted Jar
publication at the time of disclosure. In
addition. after disclosure to the
Contracting Officer. the Contractor shall
promptly notify the Contracting Officer

-'of- the-acceptance. of a ny.rnanuscnpt" ...
describing the invention for publication
or of any on 53-Ie or public use planned
by the Contractor.

(2) The Contractor shan elect in
writing whether or not to retain title to
any such invention by notifying the
Federal agency within 11 months of
disclosure: provided, that in any case
where publication. on sale. or public use
has initialed the t-vear statutory period
wherein valid paten! protect:on can still
be obtained in the United States. the
period of election of title may be
shortened by the agency to a date' that is
no more than 60 days prior to the end of
the statutory period.

(3) The Contractor shall file its initial
patent application on an elected

invention wtthin2yearo afler election
or. if earlier. prior to the end of any
statutory pertod wherein valid patent
protection can be obtained in the United
States afler a publication, on sale. or
publie use. The Contractor wtllfile
patent applications in additional
countries withineither 10 months of the
corresponding initial patant application
or 6 months from the date permisaion is
granted by the Commissioner of Patents
and Trademarks to file foreign patenl
applications where such filins has beeo
prohibited by e Secrecy Order. -

(4) Requests·for extenaion of the lime
for disclosure 10 the Contracting Officer.
election. and filing may. at the discretion
of the funding Federal agency. be
granted.. '. .

{d)Candilions when the Government
may obtain title. The Contractor shall
convey to the Federal agency. upon
written request. title to any subject
Invention-s-

(1) If the Contractor fails to disclose or _
elect the subject invention within the
times specified in paragraph (e) above.
or elects not to retain title (the agency
may only request title within 60 days
after learning of the Contractor's failure
to report or elect Within the specified
times): . -

(2) In those countries in which the
Contractor fails. to file patent
applications within the times specified
in paragraph (c) above:provided.
however. that if the Contractor has filed
a patent application in 8 country after
the umes specified in paragraph [c]
above. but prior to its receipt of the
written request of the Federal agency,
the Contractor shall continue to retain
title in that country: or .

(3) In any country in which the
Contractor decides not to continue the
prosecution of any application for. to
pay the maintenance fees on. or defend
in reexamination or opposition

, proceeding on. a patent on a subject
invention.

\elMihirilliiii-tights-tO·CMtroClOr.-!1).
The Contractor shall retain 8

nonexclusivevroyalty-free license
throughout the world in each subject
invention to which the Government
obtains liUe except.If the Conuactor
fails to disclose.the subject tnvcnt.on
within the times specified in paragraph
{c) above. The Contractor's license
extends to its domestic subsidianee and
affiliates. if any. within the corporate
structure of which the Contractor 15 a
part and includes the right to grant
sublicenses of the game scope 10 the
extent the Contractor was legally
obligated 'to do so aUhe ttme the
contract was awarded. The license is
transferable only with the approval of

..
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the funding Federal agency except when suggested hy the·Contractor each
transferred to the successor of that part subject invention made under contract
of the Contractor's businesa to which in orderthat the Contractor can comply
the invention pertains. with the disclosure provisiona of

(2) The Contractor's domestic Hcenae paragraph (c) above, and to execute all
may be revoked or modified by the papera necessary to file patent
funding Federal agency to tha extent applications on subject inventions and
necessary to achieve expeditiou.to eatablish the Govement's rights in the
practicol application of the subject IUbject inventions. This disclosure
invention pursuant to an applicotion for format should require. as a minimum,
an exclusive license submitted in - . the information required hy
aCCOM8IICe with applicable provisions subparagraph (c)(l) abova. The
in the Federal Property Management Contractor shall instruct such employees
Regulations and agency licensing through employee agreements or other
regulations. (if 8IIy):This license shaU suitable educational programs on the
not be revoked in that field of use or the importance of reporting inventions in
geographical Brea.1n which the sufficient time to permit the filing of
Contractor has,achieved practical patent applications prior to U.S. or
application and continues to make the foreign statutory ha rs,
benefits of the invention reasonably (3) The Contractor. shallllotify the
accessihle to the public. The license in Federal agency of any decision not to
any foreJan country may ba revoked or continue the prosecution of a patent
modified at tha discretion of the funding application. pay maintenance fees, or
Federal agency to the exteni the - . _ defend in a reexamination or opposition
Contractor. ita licensees, or its domestic : proceeding on a patent. in any country.
sub.idiaries or affiliates have failed to not less than 30 days beforethe
achieve practical application in that . expiration of the response period
foreign country. required by the relevant patent office.

(3) Before revocation or modification (4J The Contractor agrees to include,
of the license. the funding Federal within the specification of any United
agency shaUfurnish the Contractor a States patent application and any patent
written notice of its intention to revoke issuing thereon covering a subject
or modify.the license, and the invention. the following statement: "This
Contractor shall be allowed 30 days (or invention was made with Government
such other time as may be authorized by stipport under (identify the contract)
the funding Federal agency for good awarded by (identify the Federal
cause shown by the Contractor) after agency). The Government has certain
the notice to show cause why the rights in this invention,"
license should nat be revoked or {g) Subcontracts. (t) The Contractor
modified. The Cont:actor has the right to shall incude this clause (52.227-11 of the
appeal, in accordance with applicable Federal Acquisition Regulation (FAR)),
agency licensing regulations (if any) and suitably modified to identify the parties,
the Federal Property Management in all subcontracts. regardless of tier. for
Regulations concerning the licensing of experimental. developmental. or
Government-owned inventions. any research work to be perfonnedby a
decision concemingthe revocation or small business firm or nonprofit
modification of its license. crganiza tion. The subcontractor shall

(f) Contractor action to protect the retain all rights provided for the
Government's interest. {1} The Contractor in this clause. and the
Contractor agrees to execute or to have Contractor shall not. as part of the

,execu,tedandprompt!yAeJiver to .!he I;Cn~ideretiol1 (qr.",.rc\ingJl1e.
Federal agency all instruments. subcontract. obtain rights in the
necessary to·(i) establiah or confirm the subcontractor's subject inventions.
rights the Government has throughout (2) In the case of subcontracts. at any
the world in those subject inventions to tier. when the prime award with the
which the Contractor elects to retain Federal agency was a contract {but not a
title, and (iiJ convey title to the Federal grant or cooperative agreementI, the
agency when requested under paragraph agency, subcontractor. and th..
{d} above. and to enable the (,;'ontrsctor agreethstthe mutual
Government to obtain patent protection obligations of the parties created by this
throughout theworJd in that subject' clause constitute a contract between the
invention. _ subcontractor and the Federal agency

(2) The Contractor agrees to require, with respect to those matte.. covered by
by written agreement its employees. _ this clause.
other than clerical and nontechnical (h) Reporting utilization ofsubject
emplcyees. te dieclese promptly in inventions. The Contractor agrees to
writing"to personnel identified as submit on request periodic reports no
responsible for the administration of more frequently than annually on the
patent matters and ina forinat utilization of 8 subject invention or-on

efforts at obtaining such utilization that
are being made by the Contractor or its
licensees" or assignees."Such reports
shall include information regarding the
status of development. data of fi..t
commerCial sale or use. groS8 royalties
received hy the Contractor, and such
other data and information as the
agency may reasonably specify, The
Contractor also agrees to provide
additional reports as may be requested
by the agency in connection with any
march-in proceedings undertaken by the
agency in accordance with paragraph [j)
of this clause. To the extent data or
information supplied under this
paragrapb is considered by the
Contractor. its licensee. or-assignee to
be privileged and confidential and is so
marked. the agency agrees tha t. to the
extent permitted by law, it shall not
disclose such information to persons
outside the Govemment, ."

(i) Preferenre lor United States
industry. Notwithstanding any other
proyi.ion of this c1aus8:'the Contractor
agrees that neither it not any assignee
will grant to any person the exclusive
right to use or sell any subject invention
in the United States unless such person
agrees that any products embodying the
subject invention will be manufactured
substantially in the United States.
However. in individual cases. the .
requirement for such an agreement may
be waived by the Federal agency upon a
showing by the Contractor or its
assignee that reasonable but _
unsuccessful efforts have been made to
grant licenses on similar terms to
potential licensees that would be likely
to manufacture substantially in the
United States or that under the
circumstances domestic manufacture is
net commercially feasible.

(jJ Morch-in rights. (1) The Contractor
agrees that with respect to.any subject

"vlnventinn in which it has acquired tule.
the Federal agency has the right in
accordance with the procedures in FAR

. .27.3lJ4'l(g]"to leqUire{)jeCojjtrtictor.~an·

assignee. or exclusive licensee ora
subject invention to grant a
nonexclusive. partially exclusive. or
exclusive license in any field of use to il
responsible applicant or applicants.
upon terms that are reasonable under
the circumstances. and if the Contractor.
assignee. or exclusive licensee ieE;,;,.;;.::
such a request, the Federal agency ha.
th~. right to grant such a license itself If
the Federal agency determines that-

[i] Such action is necessary becouH
the Contractor or assignee has not. .
taken. or is not expected to take wlLhiD

- a reasonable time. effective step. to
achieve practical application of the
subject invention in such field of use:

,.,:'1..
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(II) Such action II ne\:811lUy to .
alleviate heallb or I8fety needa which
ara not realOnaby AIlafiad by the .
Contractor,lI8IigDee,... tbeir licenlHle.:

(Ill) SuchacliaD ill .. .ary to meet
reqw-" _ public _ specified by
Federal .atimaad... . .
requiremlmta..DOt blJ .
.liJdiedbJlbe~....~or
Jicemlftea; .. .

(iv) Such_lJ net::IeSSlU7 becauee
the agreement RqUirod by paragraph (i)
of thisda_ hu DOl baeDobtained or
waived or beca""" a Ii<:eDeee of Ibe
exclueiw tight to UN or oeII any subject
inventioo in !be United Statu is in
breach of ouch _meal.

(1<) SpeciDl pmviSCD6 for contrac16
with nOfJprofi/ DrEarzizDIiOllS. Hthe
Contractor".a nenpreflt organization, it
agrees that-

(1) Rights to a subject invention in the
United State. may not be assigned
without the approval of the Federal
agency, except where BUch assignment
is made to an organ.i%ation which hal as
one of ils primary functions the
management ofinventians and which is
not. itself. engaged in or does not hold a
substantial interest in other
organiza tions engaged in the
manufacture or sale of products or the

_use of processes that might utilize the
invention or be in 'competition 'with.
embodiments of the invention (provided.
that such assignee will be subject to the
same provisions as the Contractor);

(2) The Contractor may not grant
exclusive licenses tinder United States
patents or patent applications in subject
inventions to persons otherthan small
business firma for aperiod in excess of
the earlier of-

(i) Five years from first commercial
sale"or use of the invention: or

(ii) Eight years from the date of the
exclusive license excepting that time
before regulatory agencies necessary to
obtain premarket clearance. unless on B

case-by-case basis. the Federal agency
approves a longer exclusive license. If
exclusive field-of-use licenses are-~-'granfe(t"camn]erClarsale""or'us"e "inc-·one"
fieid of use will not be deemed
commercial sale or use as to other fields
of use. and a first commercial sale or
use witn respect to a product of the
invention will not be deemed to end the
exclusive !H~rincl tnrliff",rent subsequent
products covered by the invention;

(3) The Contractor shall share
royalties collected on a subject
invention With the inventor; and

(4) The balance of any royalties or
income earned by the Contractor with
respect to subject inventions. after
payment of expenses (including
payments to inventors) incidental to the
administration of subject inventions.

will be utilized for jhe support of
scientific research or education.

(I) Communicolions. Reserved.
. (Endof clause) (R 7-302.23(h) 1981 JUL)

AImmaleI (APl'l. 1984).Add the
fallowing sentenC1l at the end of
parasraPh (b) or the bask: cleu..:

The liC1llUe .halllnclude Ibe'rigbt of
the GOV1!mD1enl to .ubliceme foreisn
l!"Vemmenla ami international .
OrganizatiODI pursuant to the foUow!nIl
treatie. or intemational agreements:
.........._ •••• tlI']JtII'S1lant 10 any ftrttn:e
trealies or agreemenla with foreign
governments or international
organizatianl. - #

I"Contracting Officer complete with
the names of applicable existing treatie.
ar international agreements. The above
language is not intended to apply to
treaties or agreements that are in effect
on the date of the award but are not
listed.]

(R 7-30:!.23[b) 1981 JULJ
52.227·12 Patanl Rights-Retention by
tho Contractor (~o"g Form)

As prescribed at 27.303[b). insert the
following clause:
PATENT RlGHTS-RETENTION BY

TIiE CONTRACTOR [LONG FORM)
(APR 1984) .
(a) Definitions.
"Invention" means any invention or

discovery which is or may be patentable
or otherwise protectable under Title 35­
of the United Slates Code. .

"Subject invention" means any
invention of the Contractor conceived or
first actaully reduced to practice in the
performance of work under this
contract.

"Practical application" means to
manufacture in the case of a
composition or product. to practice in
the case of a process or method, or to
operate in the case of a machine or
system; and. in each case. under such
conditions as to establish that the
invention is being utilized and that.Its
""be~e~tB are: to:t!I~ ,~xte,nt permitted by.
'rs'w-cor Ocvemrnentregula tions, "
available to the public on reasonable
terms.

"Made" when used in relation to env
invention means the conception or firs·t
actual reduction to practice of such
invention,

"Small business firm" means a
domestic small business concern as
defined at Section 2 of Public Law 85­
536 [15 U.S.C. 632) and implementing
regulations of the Adrrrinistr-atorof the
Small Business Administration. For the
purpose of this clause. the size
standards for small business concerns
involved in Government procurement
and subcontracting at 13 CFR 121.3-8

and,13 CPR121.3·i2,respectively, will
be used.

"Nonprofit: organization" means 8

domestic university orother institution
of higher education or an o'lllDizalion of
thelype~bed in section 501(cJ(3) of
the internal Revenue Code of 1954 (26
U.S.c.501(cl) end exempt from laxation
onder seclion 501(a) of the Internal­
Revenue Code (26 U.S.C. 501(a)) or any
domestic1JOlIpro!it .cientific or
educational o'llanintion qualified under
• state nonprofit organization statute.

[b) Allocation ofprincipol rights. ne
Contraclor may elect to retain the entire
light. title. and interest throughout the .
world l<l each subjecl invention subject
.to the provisions of this clause and 35
U.S.c. 203. With respect to any subject
invention in which the Contractor elects
to retain title. the Federal Government
shall have a nonexclusive,
nontransferable.drrevocabla, paid-up
license" to practice or have practiced for
or on behalf of the United States the
subject Invention throughout the world.

(c) Invention disclosure. ejection of _
title. and filing ofpatent applications by
Coturactor: (1) The Contractor shall
disclose each subject invention to the
CO!1traci{fig Officer within 2rnonths
after the,j:ijventor discloses it in 'writing
to Contractor personnel responsible for
patentIIl,~Jters or within 6 months after
the Coniractor becomes aware thata "
subject invention has been made.
whichever is earlier. The disclosure to
the Contracting Officer shall be in the
fonn of a written report and shall
identify the contract under which the
invention was made and the inventor(s).
It shall be sufficiently complete in
technical detail to convey a clear
understanding. to the extent known at
the time of the disclosure. of the nature,
purpose. operation. and physical.
chemical. biological. or electrical
characteristics of the invention. The
disclosure shall also identify any
publication. on sale. or public use of the
in\,e~tio~ and ~heth"er"a ~a~"uscript

'"d-eseribinii"i,Be' invei:ltioii has 'been "­
submitted for pubUcation and. if so,
whether it has been accepted for
publication at thfdi"lnp of disclosure. In
addition. after disclosure to the
Contracting Officer. the Contractor shall
promptly nui.ify the Cuuh acung Officer
of the acceptance of any manuscript
describing the invention. for publication
or of 8QY an sale or public use planned
by the Contractor.

(2) The Contractor shall elect in
writing whether or not to retain title to
any such invention by notifying the
Federal agency at the time of disclosure
or within 8 months of disclosure. 8S to
those countries (including the United




