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Entitled the *“Uniform Science and Technology Research and Development
 Utilization Aet”. '

IN THE SENATE OF THE UNITED STATES

SEPTEMBER 23 (legislative day, SEPTEMBER 9), 1981

Mr. ScaMiTT (for himself, Mr. Caxnvon, Mr. GorTON, Mrs. KasSEBAUM, Mr.
LUGAR, and Mr. Symms) introduced the following bill; which was read twice
and referred to the Committee on Commerce, Science, and Transportstion

May 5 (Jefislative day, APRIL 13), 1982
_ €d by Mr. PACKwWoOD, with an amendment
[Strike out all after the enacting clause gnd insert the part printed in italic)

Entitled the “Uniform Science and Téechnology Research and
Development Utilization Act”.
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~ Be it enacted by the Senate and House of Representa-
2 tives of vhe United Slates of America in Congress assembled,
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seeend time it appears therein; and inserting in Heu thereof &

mgbethpfeﬂseel&ﬂﬁesa%%heeaé%he*eeﬁ-

G}B)Seeﬁaﬁé@ef%hegeﬁmer%eéﬁe%&:fe%yﬁe% |

45 U5-C- 2064(d); 88 Stat: 1311 is repealed:

(4) Seofion 3 of the Act of Aprl 5, 1044 GO TLSL.

3_%37588%&‘{—.-1-9-1-);1-31‘6?6&164—.

| {25) Scetion 8001 of the Selid Wasto Disposal Aet 42

TU.S.0: 6081 80 Stat: 2802) is repealed: |
&@Seeﬁeﬁﬁ:%@%eﬁghé}%&ﬁdseeﬁeﬁ%}eﬁﬁﬂe

a7 Section Be (1) and () of the Stovenson Wydler
Tochnology Innovation Aet of 1080 (5 U-S:0: 39056) &)

-a;né(—?—}-%S%a-t—%—l—S)rsrepe&}eé—

BFFRCGTIVE DATH
S56: 463. This Act shell take effeet & months aftor the
date of ensetment of this Aet |
. TITLE I—POLICY.

IFINDINGS

Sec. 101. The Congress, recognizing the profound

impact of science, engineering, and technology policy on the

economic, social, political, __ and technological well-being, and -

- S IRT RS

(19) Section 56) of the Tennesses Valley Authority Act
of 1033 (16 TS0 83136); 48 Stat- 61) is emended by strik-
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1 the health and safety, of the Nation as a whole, héreby finds
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2 and declares that—
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(1) the Uniled Staie.g_ has recently experienced a
| deéiine in the process of industrial innovation and pro-.-
ductivity which adversely affects domestic productivit_y,._

the rate of economic growth, the level of employment,

the balance of trade, and the attainment of other na-

“tional gOals; .

@) thé national support of scientific and techno-
logical research and development is indispensable to

sustained growth and economic stability, and it is in

the national interest to mazimize the benefits to the

genéml public from such investment;

(3) scientific and technological developments .cmd

discoveries resulting from work performed with Gov-
ernment contracts constitute ¢ valuable national re-
* source which should be developed in @ manner consist-

“ent with the public interest and the equities of the re-

spective parties;

(4) current Federal policy with respect to the all_b-

cation of rights to the results of fedemlly sponsored re-

search and development delays technological progv*es‘s,‘

and inhibits commercial utilization of those results;

and

§ 1657 RS
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(5) there is a need for the establishment and im-
‘plementation of a flexible Government-wide pollcy for

the mana,gement and utzlzzatw'n of the results of fecle'r-‘-

o;lly funclecl research and development and this policy

should promote the progress of science and _the useful
arts, encourage the efficient commercial utilization of

technological developments and discoveries, guarantee

the protection of the public interest, and recognize the

equities of the contracting porties.

- PURPOSE
SEc. 102. 1t is the purpose of this Act to—

(1) establish and maintain o uniform Federal
policy applicable to the management and use of the re-
sults of feclemlly oponsored science and fechnology re-
search and development to stimulate more widespread
commercial utilization of 'thosel'results for the publie
good; and | o |

(2) insure the effective uniform implementation of
the provisions of this Act, .and to monitor on e continu-
wng basis the zmpcwt of Federal science and technology
policies on innovation and technology development

DEFINITIONS
SEc. 103. As used in this Act, the term—
(1) “coﬁlmct” medns any contract, grant, or coop-

erative agreement entered into between uny Federal

5 1637 RS
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agency (other than the Tennessee Valley Aafhority);
and any person other than a small business fzrm or
nonproﬁt organization (as defined in section 201 of
title 35, United States Code) where a purpose of the |

contract is the conduct of expemmenta_l, developmental,r

" or research work; such term includes any assignment,

substitution of parties or subcontract of any tier en-
tered into or executed for the conduct of experimental,

developmental, or research work in connection with _thé

performance of that contract;

(2) ‘contractor” means any person or enfify
; y p Y

(other than o Federal agency, nonprofit organization,

or small business firm, as defined in section 201 of

title 35, United States Code) which is a party fo the

contract;

(3) “Director’ means the Director of the Offzce of
Management and Budget, or hzs designee; |
 (4) “Federal agency’’ means an executive agency
(as defined in section 105 of titlé 5, United States
Code), and the military departments (aé defined in s'e.c.-

tion 102 of title 5, United S’tate; Code); |
(5) “Govemment” means the Government_of the
United States of A.merica,.' | |
- (6) “invention” means any invention or discovery

which is or may be patentable or otherwise protectable

S 1657 RS .
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under title 35, United States Code, or any novel vari-

ety of plant which is or may be protectable under the
Plant . Variety Protection Act (7 U.S.C. 2321 et seq.);

(7) “practical application’ means to manufacture
(in the case of a composition or product); to practice
(in the case of o processor method); or to operate (in

the case of a machine or system); in each case, under

* such conditions as to establish that the invention is

being utilized and that its benefils ave, to the extent

permitted by law or Government requlations, available

to the public on reasonable terms pr through reasonable

licensing armngementfé
(8) “Secretary”. means the Secretary of Com-

merce; and

 (9) “subject invention” means any invention of a

contractor conceived or first actual?y reduced lo prao-
tice in the performance of work under a contract: Pro-
vided, That, in the case of a variety of plant, the daote
of determination (as defined in section 41(d) of the
Plant Variety Protection Act (7 U.8.C. 240i(d)) must
also occur during the period of contract performance.
TITLE II-——IMPLEMENTATION
' RESPONSIBILIT_IES |

SEc. 201. (a¢) The Director shall issue such policies,

25; procedures, and guidelines appliéable to Federal agencies as

S 1637 RS
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are necessary and desirable to achieve uniform and consistent
implementation of the provisions of title I 1I of this Act.

(b) For the purpose of ‘oblaining consistent ag}plicatioﬁ

of the policies of this Act, the Secretary is authorized and

directed to—

(1) consult with and advise Federal ageﬁcies con;

cerning the effective tmplementation and operation of

the policies; pdmdses, and objectives of this Aet; |
2) accumulate, analyze, and disseminate data ob-

tained from Federal agencies; and :
(3) perform such other duties as may be pre-

scribed by the President or by statute.

(c) For the purpose of assuring the effective manage- |

ment of Government-owned inventions, the Secretary is au-
thorized to—

(1) assist Federal agency éfforts to promiote the lz

censing and ulilization of Government-owned inven-

tions,

(%) assist Federal agencies in seeking protection
and ﬁzaintaining.inﬁentions in foreign couniries, _iﬁ-
cluding the payment of fe.c;s and costs connected there-
with, and

(3) consult with dnd advise Federal agencies as :to
areds of science and technology research and develop-

ment with potential for commercial uiilization.

S 1637 RS,
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(@) Within 1 year after the date of enactment of this Act -

a'r_ld annually thereafter, the Secretary shall submit to Con-

gress a report of activities pursuant to this Act. Such report -

shall include—

(1) relevant stotistical data regarding the dﬁpo&i-

tion of subject inventiog‘?isclosurés resulting | from fed-
erally funded research and development, including

those inventions disclosed by small businesses and non-

profit orgi.rJ,:n,w,tsz,szns)”4 |

(@) any legislative or admtmstmtwe recommenda '
tions to better achieve the policy and purposes of this
Act; and - |

(3) an. analysis of impact of Federal policies. on
the purposes of this Act. | | |
(e} The authorities conferred upon the Secretary by sub-
sections (b) through (d) of this section shall expire 7 years

T,

following the efféctive date of this Act, unless renewed by

action of Congress.
TITLE 1II—ALLOCATIONS OF RIGHTS—
GOVERNMENT CONTRACTORS
" RIGHTS OF THE GOVERNMENT L-«
().A | [\‘ ;..-IM: L—;—gp—M / La—ta b van {
SEc. 301. (a)/\Each Fedeml agency may acquire On
behalf of the United States, at the tvme of entering info a

contmct tztle to or Tights to license any subject mvertwn or

L—ayg—wm 7) Yl e Sttt prido ot

[l S /J~.‘~——~"“K . ' \.\.E
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1 may limit the nghts of a contractor under section 302(b) of

Al

- -.,3".::-;-\..4

2 thzs title, if— | S C
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(1) it is determmed by a Govemment authonty

which is authorized by statute or Ezecutive order to |

conduct foreign intelligence or counterintelligence activ-

- ities that such action is necessary to protect the secu-

rity of such activities;
(2) the agency determines, on a case-by-case
basis, that there are eajceptional, circumstances requir-

ing such action to better promote t'h_e policy and objec-

tives of sectwn 101(5) of this Act;
o

) the contractor 18 not located in the Umted
States or does not have a place of business located in
the United States, or is a foreign govemme% or .
- (@) the contract is entered into under a program
that tmplements a formal intemational agreemgﬁt _67*
arrahgement of coopgration in science and technology,
and rights in the Government greater than a nonezclu-
sive license are }zecessary for the agency to fulﬁll _.its
obhgatwns under the international agreement or ar-
mngement |

(®)(1) The rights of the Government under subs_ection

23 (o) of this section shall not be exercised by the Federal

i .
24 agency unless it first determines that at least one of the con-

25 ditions tdentszd in pamgmphs (1) through (%) of subsection

M«—% /é ,‘N//@. "?’"—"—-Hwﬁ,‘yj
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(@) of this section exist. Except in the case of paragraph (1)

of such subsection, the agency'shallﬁoﬁhin 30 daygafter the
award of the applicable contract, file with the Secretary
statement sfating"sucﬁ 'detemination.- Iln. the case of a deter-
mination under subsection (a) (g)abr of this section, the_

statement shall include an analysis supporting the determi-

nation and justifying the limitations and conditions being

imposed. If the Secretary believes that any individual deter-

mination or patlern of delerminations is contrary lo the

terms,. policy, or objectives of this Act, the Secretary shall so -

advise the head of the agency concerned and the Director and -

recommend cor_rective aclions.
2) Wﬁenéve'r the Director has determined that one or

more Fedegal agencies are ufilizing the authority of subsec-

twn (@) (2 £o7 (i) of this section is in a manner that 18
contrary lo the terms, policy, or objectives of this Act, the

Director 1s authorized to issue policies, procedures, and.

guidelines describing classes of situations in whuéh agenczes
"3)

may not utzhze the provisions of subsection (@) () or &) of. -

this section. o
(¢c) Each contract entered into by a Federal agency shall
include appropriate provisions—
(1) to require wrilten reports on the co.m.mercial

use or other forms of utilization or efforts towa_rd ob-

S 1657 RS
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1 or its licensees or assignees with respect to any subject
invention to which the contractor elects litle, pursuant

to section 302 of this title: Provided, That any such

forts toward obtaining utilization obtained as part of a

SN G S Y- LY 7

2

3

4 report, as well as any information on utilization or efi
5

.-‘DW

if the head of the Federal agenc_y or a policy- le.'e'l

}!
desxgnee determines that it wou]d be in the na‘mona] 1nterest
to gwe the Federal agency the rights (A) to require the ’

contractor to license any state or domestmc local government—
~pursuant to any existing or future treaty or agreement

any foreign government to practice any su{bgect 1nvent1on to whuch

the contractor e]ects t\t'ie ande) to subhcense such entitities

if the: contractor refuses to license then o \

MR \

15 -~ use, and sell any subject invention througnvus we | !,
16 world by or on behalf of the United Stati.:; [ o 'Z}'};-i SRR
17 RIGHTS OF THE CONTRACTOR | |
18  8Ec. 302. (w) Whenever a contractor enters inlo o _co{n-
19 tract, unless limited in those circumstances wdentified in sec-
20 tion 301(a) of this titie, the contractor shall have the option of
21 retaining title fo any subject tnvention. Such title shall be
22 'subject[onla to the limitations set forth in sectwns 301, 304,
28 and 305 of this title,land such tztle shall not be subject to any

24 other limitations or condztwnsj

§ 1657 RS
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(b) When the Government obtains title to a subject in-
véntion under section 301 of this title, the contractor shall
retain o nonexclusive, royalty-free, paid-up, worldwide li--

e . damesdils
cense, including the right-to sublicensefpffiliates, subsidiar-

‘ies, and existing licensees to whom the contractor is legally

(-J_bli;qq,ted to sublicense, which shall be revocable only to the

e::ctent' necessary for the Government fo grant an exclusive

license.

WAIVER

SEc. 303. (a) A Federal agency may at any time waive

all or any pafrt.of the rights of the United States under sec-
tion 801 or 304 of this title to any subject tnvention or class
of subject iﬁventibns made or which may be made under a
contract or class or contracts if the agency determines that—
(1) the inierests of the Uﬁii_fed States and the gen-

eral public will be best served thereby; or

(2) the contract involves co&ponsored, cost-sharing

or joint venture research or dev_elopment and the éon-
tractor or other sponsor or joini veﬁturér is required to

make a substantial contribution of funds, facilities, or

equipment to the work performed wnder the contract.
(b) The agency shall maintaiﬁ a record, which shall be

made public and periodically updated, of determinations

* made under this section.

S 1637 RS
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(¢) In making determinations under subsectio;z (a)(1) of _‘:
this section, the agency shall consider at least the following ;'
objectib&s; | o :
(1) encouraging wicie availability to the public of
the benefits of the experimental, ‘developmental, or Te-
| search progmms iﬁ the shortest practiceable time;
(2) promoting the commercial utilization of such:
inventions; |
~ (3) encouraging participation by p'r'iva,té persons
(including the most highly qualified persons) in the
Govemment-éponsored experimental, develoPmenta'l, or
research programs; and
(4) fostering competition and prevenling the c-re;
alion or maintenance of situations inconsistent with
the antitrust laws of the United States. -
MARCH-IN-RIGIEIITS
SEC. 804. (o) Where a contractor has elected to retm'ﬁ
title.to a subject invention under section 302 of this title, the
Federal agency shall have the right (unless waived under sec-
tion 303 of this title), pursuant to policies, procedures, ond
guidelines of the Director and subject to the provisions of
subsection (b} of' this section, to grant or require the contrac-
tor or his assignee to grant a nonexclusive, partially exclu-
stve, or e:ﬁclusive license to a responsible applicant or appli-

cants, upon terms reasonable under the circumstances, if the

8§ 1657 BS -
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head of the agency or his designee determines that such .

action is necessary-—

(1) because the contractor, assignee, or licensee

has not tali:_'én, or is not expected to take within a rea-
“sonable time, effective steps to achieve practical appli-

cation of the invention;

(2) to alleviate serious health or safety needs -

which are not reasonably satisfied by the contractor,

his assignees or licensees; or

(3) to meet requirements for public use specified

by Federal regulation which are not reasonably satis-

fied by the contractor, his assignees or licensees.
(b) A determination made pursuant to this section shall
not be considered a contract dispute and shall not be subject

to the Contract Disputes Act (41 U.8.C. 601 et seq.). A'ny

:con.tra,ctor adversely affected by a determination under this
_'section may, at any time within 60 days after the defermina-

tion is 1ssued, file a petition in the United States Court of

Claims, which shall have jumﬁgdictioh’ to determine the matter

“de novo and to affirm, reverse, or modify as appropriate, the

determination of the Federal agency. |
GENERAL PROVISIONS

SEc. 805. Each contract entered into by a Federal

agency shall employ a patent right clause containing appro-

pridte provisions to provide—

S 1657 RS
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h T 1 - e " (1) that the comor dzsclose each subject 1 mven- :
2 tion to the Federal agency within a reasonable ttme_5
e 3 = after 1t;%ec;):r;;isﬁgwwn to contmctor_ p_ez.?fzmel respon- |
- 4 " sible for the administration of invention and patent
L ‘ 5 matter.aand that the Federal Government may 'recéive :
N 6 title to any subject invention not disclosed to it within
s ' /\\ 7 such time; and |
T, 8 (2) unless the Government acquires title to the
~9 subject inveniion under section 301(a) of this title .
:d 10 }{Lt— _ Y MMW
8- 11 (4} the contractor make a written election to
12 'the__ Federal agency withinjL?_ yearf](_zfter disclosure
il 13 under paragraph (1) of this subsectio%r such ad-
ct 14 ditional time as moy 'be"m the Fedeml;
Wy 15 agency whether the contractor will retain title to o
18 16 subject invention. pursuant to the provisions of
a- 17 section 302 of this title: Provided, That, in any
of 18 éase where publication, on sale, or pdblic dse has
ler 19 initioted the 1-year statutory period wherein vdlid
he 20 patent protection cdn still be obtained within the
21 United States, the pehiod for election of title maé |
22 be shortened by the Federal agency to a dale that
ral 23 is mo more than 60 days prior to the end of the
ro- 24 .

statutory periodﬁ
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(B) a contractor which elects ﬁghts in a sub-

file corresponding patent applications in other
countries in which it wishes fo retain tita within

reasonable times, and that the Federal Govern-

in the United States or other countries in which
the contractor has not filed patent applications on

the subject invention within such times; and

(C) the contractor, in the event a United

States patent application 1s filed by or on its
bekalf or by any assignee of the contractor, will
include within the specification of such applica-

tion and any patent issuing thereon a statement

ernment support and that the Government has

certain rights in the invention.

/‘[\ ' BACKGROUND RIGHTS

g 22° SEC. 806. Nothing contained in this Act shall be con- -

strued to deprive the owner of any background palent or of

such rights as the owner may have under such patent.

" $ 1657 RS
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ipm’or to any statutory bar date that may. occur -
‘under title 35, United States Code, due to publi- |

cation, on sale, or public use, and shall thereafter

ment may recetve title to any subject inventions

specifying that the invention was made with Gov-
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TITLE IV—MISCELLANEOUS

REPEAL OF EXISTING STATUTORY RESEARCH AND |
DEVELOPMENT AQTHORIZATIONS .
SEc. 401. The following Acts are hereby amended as

follows:

U.S.C. 1624(a)), is amended by striking the last sentence
thereof. N
(2) Section 501(c) of the Fedefal Coal Mine Health and

Safety Act of 1969 (30 U.S.C. 951(c)) is amended by strik-

ing the last sentence thereof.
(3) Séction 106(c) of the Natibnal Traffic and Motor
Vehicle Safety Act of 1966 (15 U.S.C. 1395(c)) is repealed.
(4) Section 12(a) of the National Science Foundation
Aet of 1950 (42 U.8.C. 1871(a)) is repealed. '
(5)(4) Section 152 of the Atomic Energy Aét of 1954
(42 U.S.C. 2189) is repealed: Provided, however, That such
section shall _conti_nue. to be effective with respect to any appfi-
cation for a patent in which the statement under oath referred
to in such section has been filed or requested to be filed by the
Commissioner of Patents and fimdemarks_ prior to the effec-
tive date of this Adet, , o
(B) The item relating to section 152 in the table of con-

tents of the Atomic Energy Act of 1954 1s amended to read

as follows:
“Sec. 152. Repealed.”.

S 1657 RS
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(6) The National Aeronautics and Space Act of 1958

¥’\ﬁ/ 2 (42 U.S.C. 2451 et seq.) is amended by—
WA

(4) repealing section 305 thereof (42 U.S.C.

4 9457): Provided,” however, That subsections (c), (d)
5 and (¢) of such section shall continue to be effective
6 with respect to any application for patents in which the
7 wﬂttenlstatemént referred to in subsection (¢} of such
8 section has been filed or requested _t.o be filed by the
9 Commissioner of _Paténts and Trademarks priézr to the
10 effe.ctive date of this Act; |
11 _ (B) repealing section 30.6' thereof (42 U.S.C.
12 2458); |
13 (C) adding at the end of section 203 thereof (42
14 U.8.C. 2473) the following new subsection:
15 “(d) For the purpose of chapter 17 of title 3..5,' United
16 States Code, the Administration shall be considered a defense -
17 :a_,gency of the United States.”; | |
18 and
19 (D) striking “Gincluding patents and rights there-
20_: under)” in section 203(0)(3) thereof (42 U.S.C
21 2473(c)(3)). " o
7 93 (2) Section 6 of the Act of July 7, 1960 (50 U.S.C.

. 923 666),is repealed.

8 1657 RS
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(8) Section 4 of the Helium Act Amendments of 1960

(50 U.S.C. 167b) is amended by striking all after “utiliza-
tion” and msertmg in lieu thereof a pemod | |

(9) Section 32 of the Arms Co'ntrol and Dzsarmamenl
Act (22 U.8.C. 2572) is repealed,

- (10) Subsection (e) of section 302 of the Appalaohton:
Regzonal Development Act of 1965 (40 U.S.C. App 302(c))
is repealed. | | |

(11) Subsections (a) through (lc), (m), oxnd (n)-of seclioﬂ
9 of the Federal Nonnuclear Energy Reseoﬂch and Develop

‘ment Act of 1974 (42 U.8.C. 5908) are repealed.

(12) Seotzon 5(d) of the Consumer Product Safety Act

(15 U.S.C. 2054(d)) is repealed. |
(18) Section 3 of the Act of April 5, 1944 (30 U.8.C.
323), is repealed | :

(14) Section 8001(c)(3) of the Solid Waste Disposal |

Act (42 U.S.C. 6'981(0)(3)) 18 repealed
(15) Chapter 38 of title 35, United States Code, is
amended— ' ' |
- (4) by adding “or any. novel variety of plaﬁl'
“which is or may be proteoloble under the Plant Vo,h'ety
Prolectzon det (7 US.C. 2321 et seq.)” zmmedzotely

after “Uitle” in section 201(d)

Dol

D?D

 Ane

DovE

cfSC’-

(B) by adding “: Provided, Tha!, in the case of @

variety of plant, the date of determiration (as defined

S 1657 RS
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1 n section 41(d) of the Plant Variety Protection Act (7

2 U.8.C. 2401(d)) must also oc_cﬁr during the period of |

3 contract pgffomqnce” immediately after’ “agreement”

4 | in section 201(e); | |

5 (C) in section 202(a), (i) by amending clause (i)

6 to read as’ follows: **(i) when the contractor is not locat-

1

8

ed in the United States or does not have a place of .

business located in the United States,”, and (ii) by

striking “or (itt)” and inserting in lieu thereof the fol-

T Zowing.: w (iii);fi,}hen the funding agreement is entered
~ ’ - . .

11 into under a program that implements a formal inter-
12 - national agreemefit or arrangement of cooperation in
13 science and_technolbgy, and rights in the Government
14 : greater than a nén;a:cclusive license are necessary for
15 . the agency to fulfill its obligations under the interna-
16 | tional agreement or arrangement; or (iv)’; .‘
17. (D) by amending section 202(b) to recd as fol-
18  lows:. | |

19 “()(1) The rights of the Government under paragraph

20 (a) of this section sﬁall not be emerciseql_by a Federal agency
21 unless it first determines that at least one of the conditions
22. identified in subparagraphs (i) through (’t:) of paragraph (a)
23 ewists. Ezcept in the case of paragraph (a)ﬁs’ the agency

| 24 shall file with the Secreta;‘y of Commerce, within 30 days

25 after the award of the applicable funding agreement, a state-
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ment stating such determination. In the cage 'o!’ a determina-:-
tion under'pamgmphs (@) (1) or (iii)f;;fﬁ;s;;}ement shc.zll;
include an analysis justifying the determination. If the Sec-
retﬁry of Commerce believes that any individual determina-
tion or pattern of determinations is contrary to the policies
and objectives of this chapier or otherwise not in conformance
with this chapter, the Secretary shall so advise the head of
the agency concerned and the Administrator of the Office of
Federal Procurement Policy, and recommend corrective a,c-
tions. | |
“(9) Whenever the Administrator of the Office of Feder-

al Procurement Policy has determine& that one or more Fed-
eral agencies are utilizing the authority of subparagraphs (i)
through (‘iz‘; of paragraph (a) of this section in o manner that
is contrary to the policies and objectives of this chapter, _thé |
Administrator 18 authorized to issue regulations describing
cldsses of situations in which agencies may mot exercise _thé
authorities ‘of those subparagmphs. o .
) bizamending subparagraphs (1), (2), and (3)
of section 202(2 |

o read as follows:
“(1) That the contractor_disclose each subject invention
to the Federal agency within a reasngle time after it be-

comes known to coniractor personnel resp?nsib& for the ad-

" ministration of patent matlers, and that the Federal Govern-

~
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40 .
ment may receive title to any subject invention not disclosed
it within such time. |
“2) That the con.tmctor make a written election wif_hin -

2 yeoqs after diécldsu%'e to the Federal agency (or such addi-

tional \time as may be approved by the Federal agency)
whether he contractor will retain title to a lsubject invention:
Provided, \That, in any case where publication, on sale, or
public use, initiated the 1 year statutory period in which
valid patent otection can still be obtained in ff;e United
States, the period for election may be shortened by the Feder-

al agency to a date that is not more than sizty days prior to

the end of the statulory period: And provided further, That

the Federal 'Gobemm_ent may receive title to any subject in-
vention in which the conigactor does not elect to. retain Tights
X such times.

“(3) That a contractor >’zcting rights m a subject inven-
tion agrees lo file a patent application prior to dny statutory
bar date that mdy occur under this\itle due to publication, on
sale, or public use, and shall thereafier file corresponding

patent applications in other countries in which it wishes to

retain title within reasonable times, Ema',f\ that the Federal

Government may receive title to any su.bject\inbentions in the
United States or other countries.in which the contractor has

not filed patent applications on the subject inveniion within -

such times.’’; Z :
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(X) by adding the following new paragraph at the
end of sectibn 202: | |
“(g) A Federal agency may at any. time- waive all or |
any part of the rights of the United States under paragraphs
© @) through (8) of this section, section 203, and section
204 of this chapter, to any subject invention or class of sub-
Jject inventions made br which may be made uﬁder a funding
agreement or class of ﬁmdmg agreemenis if the agency deter-
mines (4) that the intere.ét.s of rhé United States and the
general public will be best served thereby; or (B) the funding
agreement involves cosponsored, cost sharing or joint venture
research or development when the co_ntrac.toé'.or other sponsor
or joint venturer is required to make or has made o substan-
tial contribution of funds, facilities, or equipment to the work
performed under the funding agreement. The agency shall
maintain @ record, which shall be made public and periodi--
cally updated, of deteminaétons made under this paragroph.
In making such determinations under clause (4) of this
paragraph, the a_,ge.ncy shall consider at least the following
objectives.; | . |
“(1) encouraging tiz_e wide availability to the
public of .the:beneﬁts_of the. eipeﬁmental, developmen-
tal, or research programs z'n, the shortest practicable

time;
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| 42
“(2) promoting the commercial utilization of such
nventions;
“(3) encouraging participation by private persons,
including the most highly qualified persons, in Goo-
~‘ernment-sponsored experimental, developmental, .dr TE-
- search programs; and
“M) fostering competition preventing the creation.

or maintenance of other situations inconsistent with the

antit lows.” _ _

( ég by striking “may” in section 202(c)(5) and
inserting in liew thereof “as well as any information
on utilization or efforts at obtaining wutilization ob-
tained as part of a proceeding under sectzon 203 of this
chapte%shal?' |

C. (§) by striking clause (B) in section 202()(7)
and redeszgnatmg clauses (C) and (D) of such sectw’n
as clauses (B) and (C), respectwely, |

(‘*Z)' by adding at the end of section 203 the follow-
ing:

“A determination pursuant to this section shall not be

considered a contract dispute and shall not be subject to the

Contract Disputes Act (41 U.S.C. 601 et seq.). Any conirac-
lor, assignee, or exclusive licensee adversely affected by a

determination under this section may, at any time within 60

days after the determination is issued, file a petition n the

8 1657 RS
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United States Court of Olzt_ims, whiéh shall have jurisdiction
to determine the matier. de novo and to aﬁim,.‘reve'rse, or
-_médify as appfopf'iqte, the deteminatim;:- Of.'tﬁe Federal
'agehéé. " and R .
& by amending section 209 by srtriking; subsec-
tion (c)(2); by redesignating subsection (c)(3). as sub-
section (c)(8); and by striking all. n pafag}aph (d)
after ‘“objections” and inserting in lieu t}tereof a
period.. | . | |
(16) Section 6(e) of the Stevenson-Wydler Téch’nology AST
Innovation Act of 1980 (15 U.8.C. 3705(e)) is fepedled. Do

(17) Section 10(a) of the Act of June 29, 1935 (7
U.S.C’. 427i(a)) is amended by striking the last Sentencé U
th.e'reof. | I
(18) Section 427() of the Federal Mine Sofety and ¢
Health Act of 1977 (30 U.8.C. 937(b)) is @mendéd by strik- |
ing the last senience therebf. ' | |

(19) Section 306(d) of the S_urface_ Mining Céntrol and P g
Reclamation. Act of 1977 (30 U.8.C. 1226(d)) zs omended
by striking the first two sentences thereof. |

(20) Section 21(;:55) of the Federal Fire Prévéntion and /r &
Control Act of 1974 (15 U.8.C. 2218(d)) is_. repealed.

(21) Section 6(b) of the Solcr Photovoltaic Energy Re- /)¢ 7
search, .Development, and Demonstration Act of 1978 (42 |
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U. S C. 5585(b)) is amended by stmkmg “7 8, and 9” cmd

msertmg in-liew thereof ““7 and 8.

(22) Section 12 of the Native Late:c Comﬁzercialization'_ |

and Economic Development Act of 1978 ( 7 U S.C. 178)) is
repealed.

(23) Section 408 of the Water Research and Develop |
~ment Act of 1978 (42 U.8.C. 7879) is repealed.

(24) (4) Section 173 of the United States Synthetic
Fuels Corporation Act of 1980 (42 U.8.C. 8773) is re-
pealed. |

(B) The item relating to section 173 in the table of con-
tents of the Energy Security Act (42 U.S. C 8701 et seq. ) i

amended to read as follows:

“Sec. 173, Repealed.”.

RELATIONSHIP TO ANTITEUST LAWS

T
SEc. 402ﬂNothzng wn this Act shall be deemed to

convey to any person immunity from cwil or ecriminal Zzabzlz-- |

ty, or to create any defenses to actions, under any antitrust
law of the United States.
_ .EFFECTIT.’E DATE _

SEc. 403. (a) This Act shall take éffect 6 months after
the date of enactment of this Act. |

(b) After the effectwe date of this Act each Fedeml
agency 18 authorized, notwithstanding any other law govern-
ing the disposition of rights in subject inventions, to allow a

contractor or an tnventor to retain title to subject inventions

. S 1657 RS




(a) - In an action brought by the United States
‘alleging a violation of section 7 of the Clayton Act (15 U.S.C. 81l)
the following shall be deemed an acquisition of assets by one person

from another person:

(i) the retention of title to a subject invention by

a contractor or inventor under section 301 or 302 of this Act; and

(ii) the grant of an exclusive or partially exciusive

-iicense_under'sections 401-403 of this Act.
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made under contracts awarded prior to the effective date of

this Act, sul;jeCt to the same terms and conditions as would

apply _ynd'gr._;this Act and the Director’s implementing poli-

cies, procedures, and guidelines had the confract been entered

into afier the effective date of this Act.
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