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ever, to obtain commercial utilization of

. the Invention, it may be necessary to

grant an exclusive license for a limited
period of time as an incentive for the
investment of risk capital to achieve
practical application of an invention.
(¢) Whenever the grant of an exclu-
sive lcense is deemed appropriate, it
shall be negotiated on terms and condi-
tions most favorable to the public inter-
est. MMMW
consideration shall be given he capa-
bilities of $HE Prospective JCENsee to Tur-
fﬁef the technical and market develop-
venfion, his pian o under-
mvdopmenﬂﬁe Brojected Tm-
pact on_gompetition, n, and the Betiet to
the Governtient aad the publie: " Con-
sideration shall be_giyen also aSSisting
small business and mi.noraty pusiness
enterprises, as well as_economically.ae-
pressed, 16w _fGcomis, and_Iak Tabor_surplus
areas, and whether each or any applicant
1§ 5 TS, CIEEen oF cornoTation. ere
there is more than oiie applicant for an
exclusive Heense, that applicant shall be
selected who is determined to be most
capable of satisfying the criterla and

sahleving_.the. goals. set forth .in_this.

—gbpart.

(d) Subject to the followmg° (1
Specific statutes governing the utilization
ow%__ﬁgulﬂmmﬂmemmm
agenecies, or (2) any existing or future
tréa‘t‘y"m“’“agreement between the United
States and any foreign government or
infergovernmental organization, or (3)
Heenses under or other rights to inven-
tions made or coneeived in the course of
or under Government research and de-
velopment contracts where such licenses
-or other rights f{o such inventions are
granted to or provided for in the contract
and acquired by the party contracting
with the Government agency, no license
shall be granted or implied in a Govern-
ment-owned Invention except as provided
for in this subpart.

(e} No grant of a license under this
subpart shall be construed to confer upon
any licensee any Iimmunity from the
antitrust laws or from a charge of patent
misuse, and the acquisiffon and use of
rights pursuant to this subpart shall not
be Immunized from the operation of
State or Federal law by reason of the
source of the grant,

§ 101-4.102 Definitions.

(a) “Covernment Invention” menns an
invention covered by a domestic patent
or patent application that is vested in the
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United States and is desighated by the
Government agency having custody of
the invention as appropriate for the
grant of an express nonexclusive or ex-
clusive license.

(b)Y “To the point of practical appli-
catlon” means to manufacture in the
case of a composition or product, o prac-
tice in the case of & process, or o oper-
ate in the case of a machine under such
conditions as to establish that the inven-
tion is being worked and that its benefits
are reasonably accessible to the public.

(¢) “CGlovernment agency” means any
executive department, Independent com-
mission, board, offlce, agency, adminis-
tration, authority, wholly owned corpo-
ration, or other independent establish-
ment of the executive branch of the
Government of the United States of
America.

{d) “The head of the Covernment
agency” means the head of the agency
or his designee,

§ 101-4.103 Types of licenses and con-
ditions for licensing.

§ 101-4.103-1 Government
..-.available for licensing.

Government invenflons normally will
be made available for the granting of
express nonexclusive or Hmited exclu-
slve licenses to responsible applicants
according to the factors and conditions
set forth in §§ 101-4.103-2 and 101-4.
103-3, subject to the applicable proce-
dures of § 101-4.104,

§ 101-4.103-2 Nonexclusive license.

(a) Availability of licenses. Each Gov-
ernment Invention normally shall be
made available for the granting of non-
exclusive revocable licenses, subject to
the provisions of any other lcenses, in-
cluding those under § 101-4.103-4,

(b)Y Terms of grant. (1) The duration
of the license shall be for a period as
specified in the license agreement, pro-
vided that the licensee complies with all
the terms of the license.

(2} The license shall require the Ii-
censee to bring the invention to the point
of practical appplication within a period
specified in the license, or such extended
period as may be agreed upon, and to
continue to make the beneflts of the in-
ﬁention reasonably accessible to the pub-

¢

(3) The license may be granted for all
or less than all fields of use of the Inven-~
tion, and throughout the United States of
America, its territorles and possessions,

inventicns

L T P TN



§101-4.103-3

the Commonwealth of Puerto Rico, and
the District of Columbia, or in any Jes-
ser geographiec portion thereof.

{4) After terminatlon of a period spec-
tfled in the license agreement, the Gov-
ernment agency may restrict the license
to the flelds of use and/or geographic
areas in which the licensee has brought
the invention to the point of practical
application and continues to make the
benefits of the invention reasonably ac-
cessible to the public.

(5) The license may extend to subsid-
jaries and affiliates of the licensee but
shall be nonassignable without approval
of the Government agency, except to the
successor of that part of the licensee’s
business to which the invention pertains.
§ 101-4.103-3 Limited exclusive license.

(a) Availability of licenses. Each Gov-
ernment invention may be made avail-
able for the granting of a limited ex-

clusive license provided that:
(1) The Invention has been pubHlshed

- a5 available for Heensing pursusnt to

§ 101-4.104-1 for a period of at least
6 months;

(2) The head of the Government
agency has determined that () the in-
vention may be brought to the point of
practical-application.in certain fields of
use and/or in certaln geographical lo-
cations by excluslve licensing, (i) the
desired practical application has not
been achieved under any nonexclusive
license granted on the Invention, and (i)
the deslred practical application is not
likely o be achieved ex in the
public interest under a nonexclusive U-
cense or as a result of further Govern-
ment-funded research or development:

(3) The notice of the prospective
lcensee has heen published, pursuant to
5131—4 .104-4(a) for at least 60 days;
an

(4) After termination of the period
set forth in § 101-4.103-3(a) (3), the
Government agency has determjned that
no applicant for & nonexclusive lcense
has brought or will bring, within a rea-
sonable period, the Invention to the point
of practical application as specifled in
the exclusive license, and that to grant
the exclusive lcense would be in the
public Interest,

() Selection of exclusive licensee. An
exclusive lcensee shall be selected on
bases consistent with the policy set forth
In §101-4.101 and in accordance with
the procedures set forth in §101-4.104.

18

Tifle 41—Public Conlrdcls, Property Management

(¢) Terms of grant. (1) The license
may be granted for all or less than all
fields of use of the Government invention
and throughout the United States of
America, its territories and possessions,
the Commonwealth of Puerto Rlco, and
the District of Columbia, or in any Iesser
geographic portion thereof.

(2) Subject to the rights reserved to
the Government in §§ 101-4.103-3(¢) (5)
and 101-4.103-3(c) (1), the licensee shall
be granted the exclusive right to practice
the invention in accordance with the
terms and conditions specified in the
lcense.

(3) The duration of the Hcense shall"

be negotiated but shall he for a peried
less than the terminal portion of the

patent, the perlod-remaining being suf- - .

ficlent to make the invention reasonably
available for the grant of a nonexclusive
license; and such period of exclusivity
shall not exceed 5 years unless the head
of the Government agency determines
on the basis of a written submission sup-
ported by a factual showing that a longer
period is reasonably necessary to permit
the Heensee to enter the market and re~
coup his reasonable costs in so doing,

“(4) 'The license shall require the U-
censee to bring the invention to the point
of practical application within a perfod

specified in the license, or within a longer’

perlod as approved by the Government
agency, and to continue to make the
benefits of the invention reasonably ac-
cessible to the publie.

(6) The Jicense shall require the
Hecensee to expend a specified minimum
amount of money and/or to take other
specified actions, within a specified
perlod of time after the effective date
of the license, in an effort to bring the

invention to the poi.nt of practical ap-

plication.

(8) The llcense shall be subject to the
irrevocable royalty-free right of the Gov-
ernment of the United States to practice
and have practiced the invention by oron
behalf of the Government of the United
States and on behalf of any forelgn gov-
ernment or intergovernmental organiza-
tlon pursuant to any exlisting or future
treaty or agreement with the United
States.

(1) The Hcense shall reserve to the
Government agency the right fo require
the licensee to grant sublicenses to re-
sponsible applicants on terms that are
reasoifable in the cireumstances ) to

the extent that the invention s required
for public use by Government reguta-
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Chapter 101—Fed. Property Management Regulations

tions, or (ii) as may bhe necessary to ful-
fill health or safety needs, or (i) for
other publlc purposes stipulated In the
Heense. - :

(8) The Hcense may extend fo subsidi-

arles and affilistes of the licensee but
shall be nonassignable without approval
of the Government agency, except to suc-
cessors of that part of the licensee’s busf-
ness to which the Invention pertains.

{9) An exclusive licensee may grant
sublicenses under his lcense, subject to
the approval of the Government agency.
Bach sublicense granted by an exclusive
licensee shall make reference to the
exclusive license, including the rights
retalned by the Government under the
exclusive license, and a copy of such sub-
lecense shall be furnished to the Gov-
ernmenti agency.

(10) . The license may be subject to
such other terms as may be in the public
interest.

[38 ¥R 3328, Feb. 5, 1973, as amended at__jist shall be revised periodically to. in-

| 777738 FR 15500, Jund 13, 18731 clude directly, or by reference to & pre--

§101-4.103-4 Additional licenses.

Subject to any ouistanding Hcenses,
nothing in this subpart shall preclude a
Government agency from granting addt-
tlonal nonexclusive or limited exclusive
Heenses for Government-owned inven-
tions when the Government agency de-
termines that to do so would provide for
an equitable exchange of patent rights.
The following exemplify clrcumstances
-whereln such Heenses may be granted:
_ (a) In consideration of the settlement
of an Interference;

(b) In consideration of & release of 8
clalm of infringement; or

(c) In exchange for or as part of the

consideration for a license under ad-
versely held patents.

§ 101-4.103-5 Royalties.

{8} Normally, royaltfes shall not be
charged wunder nonexclusive Hcenses
eranted to U.8. citizens and U.S. corpora~
-tions on Government inventions: how-
ever, the Government agency may re-
Quire other considerations.

{b) A lmited exclusive Heense on 2
Government invention shall contain a
Toyalty provision and/or other considera-
tion Aowing to the Government.

[38 FR 3328, Feb. 5, 1973, as amended at 39
FR 28288, Aug. 6, 1974]

§101-4.103-6 Reports.

A license shall require the licensee to
submit periodic reports on his efforts to

achieve practical application of the in-
vention. The reports shall contain infor-
mation within his knowledge, or which
he may acguire under normal business
practices, pertaining to the commercial
use being made of the invention and
other information which the Government
agency may determine is pertinent to its
leensing activities and is specified in the
Heense.

§101-4.104 Procedures.

§ 101-4.104-1 Government agency pub-
lieation requirements.

Each Government agency shall cause
to be published In the FEDERAL REGISTER,
the Official Gazette of the U.S. Patent
Office, and at least one other publication
that the QGovernment agency deems
would best serve the public inferest, a
st of the Government inventions In its
custody avallable for licensing under the
conditions specified in § 101-4.103. The

vlously published list, a1l inventions cur-
rently avallable for lcensing. Other
publications on inventions available for
Heensing are encouraged and msy in-
clude abstracts, when appropriate, as well
as information on the design, construc-
tion, use, and potential market for the
inventions.

§101.-4,.104-2 Contenis of a nonexclu-
sive license application.

An applcation for & nonexclusive H-
cense under a Government mvention
should be addressed to the head of the
Government agency having custody of
the Invention, and shall include:

{a) Identification of invention for
which license is desired, Including the pa-
tent application serial number or pa-
tent number, title and date, ¥ known,
and any other Identification of
invention;

(b) Name and address of the person,
company, or organization applying for
license and whether the applicant is a
U.8. citizen or a U.8. corporation;

{c) Name and address of representa-
tive of applicent to whom correspond-
ence should be sent;

(d) Nature and iype of applicant’s
business;

(e} Bource of Information concerning
the avallability of a license on this in-
vention;

(1) Purpose for which Heense Is de-
sired and a brief description of appll-

. cant’s plan to achieve that purpose;

§ 101-4.104-2




§101-4,104-3

(g) A statement of the flelds of use
for which applicant intends to practice
the invention; and

(h) A statement as to the geographic
areas in which the applicant would prac-
tice the invention.

§ 301-4.104-3 Contents of an exclusive
license application.

In addition to the information indl-
cated in §101-4.104-2, an sapplication
for an exclusive Heense shall include:

(a) Applicant’s status, if any, in any
one or more of the following categories:
<13 Small business firm, (2) minority
pusiness enterprise, (3) location In a sur-
plus 1abor area, (4) location in & Jow=

income area, and (5)-locaticn in an eco-.

nomically depressed area; .

(b) A statement of applicant’'s capa-
billty to undertake the development and
marketing required to achleve the prac-
tical application of the invention; :

) A statement describing the time,
expenditure, and other acts which the
applicant considers necessary to achieve
practical application of the invention
and the applicant’s offer to invest that
sum to perform such acts if the license
is granted; - .. . - :

(d) A statement that contains the ap-
plicant’s best knowledge of the extent to
which the Government invention is being
practiced by private industry and the
Government; snd ’

(¢) Any other facts which the ap-
plicant beileves are evidence that it is In
the public interest for the Government
agency  to grant an exclusive license
rather than a honexclusive license and
that such exclusive license should be
granted to the applicant. - -

§ 101-4.101—4 Published notices, ~

(a) A notice that a prospective exclu-
slve lcensee has heen selected shall be
published in the FEpErRAL REGISTER, and
a copy of the notice shall be sent to the
Attorney General. The notice shall in-
clude: - T

(1) Identification of the invention;

(2) Identification of the selected
Hecensee; . - . - :

(3) Duration and scope of the contem-
plated Heense; and - - - '

(4) A statement to the effect that the
Ilcens__e will be granted unless: ’

* (i) 'An application for a nonexclusive
lcense, submitted by & responsible ap-
pHcant pursuant to § 101-4.104-2, Is re-
ceived by the Government agency having
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custody of the invention within 60 doys
from the publication of the notice in the
FEDERAL REGISTER, and the Government
agency determines in accordance with its
prescribed procedures under which pro-
cedures the Government agency’ shall
record and make available for public in-
spection all decisions made pursuant
thereto and the basls therefor, thaf the
applicant has established that he has
already achieved or is likely to bring the
invention to the point of practical ap-
plication within a reasonable perlod un-
der n nonexclusive Hecense: or

@) The Government agency deter-
mines that a third party has presented

evidence and argument which has s
tablished -that-it would-not be -in the
public interest to grant the exclusive
license,

(b) I an excluslve lcense has been
granted pursuant to this Subpart 101-
4.1, notice thereof shall be published In
the Feperat. REGISTER. Such notlce shall
include; '

(1) Identification of theinvention;

(2) Identification of the Mcensee; and

(3) Duration and scope-of the license.

(¢} If an- exclusive lcense has

been . modified—or- revoked- pursuant-fo- - -

§ 101-4.104-5, notice thereof shall be
published in the FepErar REGISTER. Such
notice shall include: C
(1) Identification of the invention;
(2) Identification of the licensee; and
(3) Effective date of the modifica-
tion or revocation.
§ 101-4.104-5 Modification or revoca:
uon. .o P
- (a) Any Hcense granted pursuant to
this Subpart 101-4. 1 may be modified or
revoked by the Government agency
granting the license If the licensee at'any
time defasults in making any report re-
quired by the license or commits any
breach of any covenant or agreement
therein contained. : -
(b) A license may also be revoked by
the Government agency granting the
license if the Hcensee willfully makes a
false statement of a material fact or
willfully omits a material fact In the
Heense application or any report re<
quired in the license agreement. . .
(¢) Before modifying or revoking any
Heense granted pursuant to this subpart
for any cause, the Government agency
shall furnish the licensee and any sub-
lfcensee of record a written notlce of
Intentlon to modify or revoke the license,

Chapter 11

and the lk
shall be allg
to remedy :
or agreeme
this section
Heense shot

- voked.

§ 101-4.104

" ance with p
Government
cerning the!

tion, modifi

license.

§ 1014.105

The prope
right to excl
the Governz
erty right in
issued pursu
ingly, the rig
shall be reta
censes so ist
{Sec. 206(c), €

" sec: 3; Preside
Patent Policy
28288, Aug. 6,

§ 1014.106

ernment

A Governry
of a Goverru
enter Into a1
custody fo a:
for purposes (
the granting
subpart.

PART 101-5-
FED

101-5100 Bo
1015101  Ap
101-5103 De
101-5.108
101-5.104

101-5.104-2

101-6.104-3

101-5,1044
101-5.104-8

Po

Eci

101-5,104-1 Ge
B

D

B¢

D




jement

i0 days
tin the
nment
: vith its
h pro-
r ghall
e in-
Tsuant
at the
e has
ng the
al sp-
d un-

deter-
sented
BS es-
n the
Justve

" been
; 101~
ied in
shal]l

voca-

it to
'd or
Eney
any
r Te-
any
ient

1 by
the
8 a
;¢ or
the
re-

any
art
ney
ub-

of

Chapter 'IOI—FedV. Property Management Regulations

§101-4.106

Sec.

“'snd the leensee and any sublicensee oo, o Gonguct of feastbllity studtes.

ahall be allowed 30 days after such notice oLt As O e e metion,
emedy any breach of any covenant . mini o red

g.ggreegxentyas referred to In (a) of 101-5.105 01;:3&3; of the cen

this section or to show caduisg dwhy the 1015106 Agency committees. |

license shomd-rmt be modified or re- Subpart 101-5.2—Centralized Field Duplicating

voked. » Services

§ 10141046 Appeals.
An applicant for a license, a licensee, 101-5.201

or such other third party who has par- 101-5.203

ticipated under §101-4.104-4(a)(4) 1) 015308 Boam o bty of central-

shall have the rlght to BDDE&L in accord- 1zed fleld dupleating services.
ance with procedures prescribed by the 1405 go03-1 Schedull n‘; of 'Eea.slbmty

101-5.200 Scope of subpart,

Applicability.

Types of centrallzed fleld du-
plicating services.

Government agency, any decision con- studies. .

cerning the granting, denial, interpreta-  101-5.208-2 Notification of feasibilit

tion, modification, or revocation of a studies,

Heense. ‘ 101-5.203-3 Inftiation of feasibility studies.
101-5.203-4 Survey of Dupllcating Serv-

§ 1014105 Litigation. ] ices—Individual Agency.
The property interest in a patent is the 101-5.203-56 TUnlform space allowances. .

right to exclude. It is not the intent of 10175-203-8 Pooling of equipment and per

the Government to transfer the prop- 191-5.203-7 Determination of feasibility.

erty right in 2 patent when a license s 101-5.204  Operation of centrallzed fleld

issued pursuant to this subpart. Accord- duplicating plants.

ingly, the right to sue for infringement  101-6.204-1 Continuity of service.

A P Nl AP H v-—-gervices, -
censes so issued by the Government. 101-5.204-3 Appraisal of operations.

(Sec. 205(c), 63 Stat. 390; (40 US.C. 488(c)); 101-5.205  Designation of other agencles
sec. 2, Presldent’s Statement of Government to operate plan
Patent Policy, August 23, 1871) [39 FR  101-5.205-1 Qeneral, ‘ :
28288, Aug. 6, 1974] - 101-5.205-2 Prerequisites to deslgnation of
§ 101-4.106 Transfer of custody of Gov- 141 5 205-8 A:Jg:; a.g:;;sl e:o operation of
ernment inventions. . plant,
A Government agency having custody 101-5.206-4 Plant Inspections and customer
of a Government-owned invention may evatuations.
enter into an agreement to transfer its Subpart 101-5,3—Federal Employee Health
custody to another Government agency Services ’
for purposes of adnifnistration, Including 1915300 Scope of subpars,
the granting of Heenses pursuant to thls -—101:6:301 --AppHcability.
subpart. _ 101-5.302 Objective.
101-5.303 Gulding prineiples.
PART 101-5—CENTRALIZED SERVICES [N 101-5.304 Type of occupational health serv-
FEDERAL BUILDINGS 101-5.8305 ' Agency participation.
101-5.308 Economic {easibility.
101-5.307 Public Health Service.

Subparts 101-5.4—101-5.48 [Reserved]

Subpart 101-5.49—Forms, Repors, and
Instructions

Bec.
101-5.000 Scope of part.
Subpart 101-5.1—Goneral

101-5.100 Bcope of subpart.
101-8.101 Applicabliity,
101--8,102 Definitions.

101-5.103 Polley. 101-5.4900° 8cope of subpart.

101-5.104 Economlic feasibllity of central- 101-5.4901 GSA Porm 1927, Survey of Du-
ized services. plicating Services—Individual

101-5.104~1 General. Agency.

101-5.104-2 Basls for determining economie 1975 4902 Table of Space Allowances,

feastbllity,
101-5.4903 Agreement for the Pooling of
101-5.104--3 Dalt.t:; rqu:menta for feasibil- Equipment and Pe el

101-5.104-4 Scheduling feasibility studtes. AUTHORITY: The provisions of this Part
101-5.104-5 Designating agency represent- 101-5 are lssued under sec. 206(c), 63 Btat.
atives. 800; 40 U.B.C. 488(c), unless otherwise noted.
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§ 1-9.100

by reason of 1t termination, shall be deemed
to be concluded; except as follows:

[List reserved or excepted rights end la-
bilitles; see § 1-8209-2 and Article @ of the
sgreements set forth in § i-8.808-1.]

In Witness ‘Whereof, eto.

PART 1-9—PATENTS, DATA, AND

COPYRIGHTS
Subpart 1-9.1— Patents
Sec.
1-2.100 Scope of subpart.

1-9.101—1-8.106 [Reserved]

1-9.107 Fatent rights under contracts for
: research and development.

1-9.107-1 General.

1-9.107-2 [Reserved]

1-9.107-3 Policy.

1-9.107-4¢ Procedures,

1-0.107-6 Ciauses for domestle contracts
(long form).

1-0.107-6 Clauses for comestic contracts
(short-formy-- -

1-9.107-7 <Clause for foreign coniracts.

1-9.108 [Reserved]

1-9.109 Administration of Patent Rights
clauses.

1-8.109-1 Patent rights follow-up.-

1-9.100-2 Follow-up by contractor.

1-9.108-3 Follow-up by Government.

1-9.100-4 Remedles.

1-9.100-8 Conveyance of invention rights
acqguired by the Government.

1-9.109-6 Retention of greater rights.

AUrHORITY! Sec. 205(c), 63 Stat, 390 (40

© U5:C: 486(6) ) _

Source: 40 FR 18814, May 7, 1975, unless
otherwise noted.

Subpart 1-9.1—Patents
§ 1-9.100 Scope of subpart.

This subpart sets forth policies, pro-
cedures, and contract clauses with re-
spect to jnventions made in the course
of or under a contract or subcontract
entered into with or for the benefit of
the Government where & purpose is the
conduet of experimental, developmental,
or research work. The policies, proce-
dures, and contract clauses may also be
used in grants, agreements, and other
arrangements as agencies deem appro-
priate.

§§ 1-9.101—1-9.106 [Reserved)

§ 1-9.107 Patent rights under contracts
for research and development,

§ 1..9.107-1 ' General

(a) Iniroduction. On August 23, 1971,
the President issued a Statement of Gov-
ernment Psient Policy (36 FR 16387,
Augupst 26, 1971) applicable to all execu-
tive departments and agencies, revising
a prior Statement of Policy (28 FR 10943,

" § 1-9.107-2

48

Title 41—Public Cﬁnlructs, Property Management

October 12, 1963). Essentially, the goals
of this Statement are to provide criteria
for determining the allocation of rights
in inventions resulting from federally
sponsored research and development con-
tracts, to promote their expeditious de-
velopment so that the public can benefit
from early clivilian use of the inventions,
and to ensure their continued availabil-
ity. In applying this reguiation, agency
heads must welgh both the need for in-
centives to draw forth private initiatives,
and the need to promote healthy com-
petition in industry. Consistent with the
FPR system, agencies meay implement
and supplement this subpaxt,

{b) Applicable statutes. Except to the
extent that agencies are governed by spe~
cific statutes or by any treaty or agree-
ment between the United States and any
foreign - couniry.. that. are inconsistent
with this subpart, agencies shall follow
the provisions of this subpart, including
the use of the prescribed clauses. Modi-
fications to the prescribed clauses are
permissible to the extent that these
clauses are inconsistent with the require-
ments of statutes, treaties, or agreements.

(e) Co-sponsored, cost sharing, or joint
venture research. The provisions of this
subpart are not mandatorily applicable
to co-sponsored, cost sharing, or Joint

venturd research when the agency defer- ___|
mines that in the course of the work 3

under the contract the contractor will be
required to make a substantial contribu-
tion of funds, facilities, or equipment to
the principal purpose of the contract.
However, agencies are encouraged {o fol-
low the provisions of this subpart to the

" extent practicable.

{(d) Background patent rights. Nothing
in this subpart is intended te preclude
the use of appropriate contract provi-
sions concerning rights in contractor's
background patents,

[Reserved]
§ 1-9.107-3 Policy. e

(a) The Government shall normally
acquire or reserve the right to acquire
the principal or exclusive rights through
out the world in and to any invention
made in the course of or under a con- -
tract where:’ U

(1) A principal purpose of the contract .
is to create, develop, or improve prod=
ucts, processes, or methods which are
intended for commercial use (or which -
are ptherwise intended to be made avafle.
able for use) by the general public ab
home or abroad, or which will be re-
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quired for such use by governmental reg-
ulations; or )

(2) A principal purpose of the coniract
is for exploration into fields which di-
rectly concern the public health, public
safety, or public welfare; or

(3) The contract is in a field of science
or technology in which there has been
little significant experience outside of
work funded by the Government, or
where the Government has been the prin-
cipal developer of the field, and the re-
tention of exclusive rights at the time
of contracting might confer on the con-
tractor & preferred or dominant position;
or :

(4) The services of the contractor are:

(1) For the operation of a Government-
owned research or production facility;
or .
(if) For coordinating and directing the
work of others.

In exceptional circumstances the con-

8 nonexclusive Ticense at the H{meé of ¢oti-
; where the head of ihe depart-
mc‘nt or agency certifies that such ac-
Gireater rights may also be retained by
the contractor after the invention has
been identified where the head of the de-
partment or agency determines that the
retention of such greater rights is con-
sistent with the intent of this paragraph
(a) of this section and is either a neces-
sary incentive to call fc forth prwa.te rigk
¢apital and expense to bring the inven-
tion to thé point of practical application
or that the Government’s eéntribution to
the inverition is small compared to that
of the contractor. Where an identified

invention made in the course of or under-

the contract is not directly related to &
principal purpose of the contract, great-
er rights may also be retained by the
contractor under the criteria of para-
graph (e), of this section.

(b} In other situations, where the
purpose of the contract is to build upon
existing knowledze or technology to de-
velop information, products, processes,
or methods for use by the Government
and the work called for by the contract
is in a field of technology In which the
contractor has scquired technical com-
betence (demonstrated by factors such
as kiiow-how, experiefice, and patent
position) directly related to an area in
which the contractor has an established
nongovemmental commercial position,

" “Mntractor shall normally retain the
L‘:’ﬁ‘ihipal or exclusive rights throughout

Chapter 1—Federal Procurement Regulations

$1-9.107-3

the world in and to any resulting inven—

(c) Where the commercial interests
of the contractor are not sufficlently
established to be covered by the criteria
specified in paragraph (b) of this sec-
tion, the allpcation of rights ghall be
made by the agency after the invention
has been identified, in & marnér deéhicd
"moast likely to serve the public interest as
expressed in this policy, taking particu-
larly into account the intentions of the
contractor to bring the invention to a
point of commercial application and the
guidelines of paragraph (a) of this sec-
tion, provided that the agency may
prescribe by regulation special situa-
tions where the public interest in the
availability of the inventions would best
be served by permitting the contractor
to retain at the time of contracting
‘greater rights than a nonexclusive
Heense.

(d) In the situations specifled in para-
~ graphs (b) and (¢) of this section, when
two or more potential conitractors are
judged to have presented proposals of
equivalent merit, willingness to grant the
Government principal or exclusive
rights in resulting inventions will be an
additional factor in the evaluation of
the proposals.

(e) Where the principal or exclusive
rights in an invention remain in the
contractor, he should agree to provide
written reports at reasonable intervals,
when requested by the Government, on
the commercial use that is being made or
is intended to be made of inventions
made under Government contracts,

{f) Where the principal or exclusive
rights in an invention remain in the
contractor, unless the contractor, his
lcensee, or his assignee has faken effec-
tive steps within 3 years after a patent
issues on the invention to bring the
invention to the point of practical ap-
plication, or has made the invention
available for licensing royalty-free or
on terms that are reasonable in the cir-
cumstances, or can show cause why he
should retain the principal or exclusive
rights for a further period of time, the
Government shall have the right to re-
quire the granting of a nonexclusive or
exclusive license to a responsible appll-
cant(s) on terms that are reasonable
under the circumstances.

(g) Where the principal or exelusive
rights to an invention are retained by
the confractor, the Government shall
have the right to require the granting
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of a nonexclusive or exclusive license to
a responsible applicant(s) on terms that
are reasonable in the circumstances )
to the extent that the invention is re-
quired for publi¢ use by governmental
regulations, or (ii) as may be necegsary
to fulfill health or safety needs, or (iii)
for other public purposes stipulated in
the contract.

(h) Whenever the principal or exclu-
sive rights in an invention remain in the
contractor, the Government shall nor-
mally acquire: :

(1) At least a nonexclusive, hontrans-
ferable, paid-up license to make, use, and
sell the invention throughout the world
by or on behalf of the Government of
the United States (including any Gov-
ernment agency) and States and do-
mestic municlpal governments, unless
the agency head or his designee deter-

mines that it would not be in the public .

Interest to acquire the lcense for the
States and domestic municipal govern-
ments; and

(2) The right to sublicense any for-
eign government pursuant to any exist-
Ing or future treaty or agreement if the
agency head or his designee determines
it woulld be In the national interest fo
acquire the right; and

(3) The principal or exclusive rights
to the invention in any country in which -
the contractor does not elect to secure

_apatent. . ’

(1) Whenever the principal or exclu-
sive rights in an invention are acquired by
the Government, there may be reserved
to the contractor a revocable or irrevo-
cable, nonexclusive, royalty-free license
for the practice of the invention
throughout the world; an agency may
reserve the right to revoke such license
50 that it might grant an exclusive l-
cense when it determines that some de-
gree of exclusivity may be necessary to
encourage further development and
commercialization of the invention.
Where the Government acguires the
principal or exclusive righis to an in-
vention and does not elect to secure a
patent in a foreign country, the contrac-
tor may retain such rights in any foreign
country in which he elects to secure a

" patent, subject to the Government's
rights set forth in paragraph (h) of this
section. : ) .

(3} Nothing in this subpart shall be
constried to confer immunity upon- any
person from the antitrust laws or from a
charge of patent misuse, and no person
shall be Immune from the operation of
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State or Federal law by reason of the
retention and use of rights pursuant to
this subpart.

§ 1-9.107..4 Procedures. .

(a) Selection of Patent Rights clause.
(1) Whenever a contract which is to be
performed in the United States, its pos-
sessions, Puerto Rico, or the District of
Columbia has as a purpose the conduct
of experimental, developmental, or re-
sesrch work, the agency shall apply the
policy in §1-9.107-3 to the contracting
situation and shall include in the con-
tract & Patent Rights clauge from §§ 1-
9.107-5 or 1-8.107-6. The clauses in
§ 1-9.107-5 shall be used as appropriate
in contracts with industrial concerns or
in conf{racts with nonprofit organizations

calling for developmental work. The'

clauses specified in $§1-9.107-5 or
1-9.107-6 may be used in contracts call-
ing for basic or applied research with
nonprofit organizations. Solicitations
shall provide offerors with an opportu-
nity to show that the selected clause pro-
posed for a contract is inappropriate for
a particular procurement situation. In
no event will contractors be asked to
state their willingness to grant the Gov-
ernment principal or exclusive patent
rights prior to a determination that pro-

posals of equivalent merit have been pre- -

sented. | :

(2) The Patent Rights clause in § 1-9.~
107-5(a), except as otherwise provided
in § 1-9.107-6(a), shall be used whenever
the agency determines that the experi-
mental, developmental, or research work
to be performed under the contract falls
within § 1-9.107-3(a). This clause pro-
vides that the Government shall acquire
title, under certain circumstances, to In~
ventions made in the course of or under
the contract subject to the reservation of
nonexclusive license rights to the con-
tractor. The contractor may retaln
greater rights than a nonexclusive -
cense after an invention has been identi-
Bed if the agency determines that the

criteria of § 1-9.109-6 are met. When the
agency head or his duly authorized

designee determines that exceptionsl clrs
cumstances exist as provided for in
§ 1-9.107-3(a}, paragraphs (b) and (1)
of the clause prescribed.in § 1-9.107-5(a)
may be appropriately modified so that the

confractor retalns greater rights than a-
nonexclusive license concerning all or

specific inventions. S
{(3) The Patent Rights clau;e n
§1-9.107-5(b) shall be used whenever

T
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the agency determines that the experi-

mental, de mental, or resea

to be perforined unaer tie contract does
t come WIRIN § I=gIUT=3al but s

xi'c": cOome within =X I07=3Ta) bu
clause pro-
vides that titIe to any inventions result~
ing from the contract remains in the con-
tractor subject to the acquisition of cer-
tain specified rights by the Government.
(4) The Patent Rights clause in § 1-9.~
107-5(¢c), except as otherwise provided
in § 1-9.107-6(b), shall be used whenever
the agency determines that the experi-
mental, developmental, or research work
to be performed under the contract does
not come within §§ 1-9.107-3 (a) or (b),
but is within § 1-9.107-3(c). The clause
in § 1-98.107-5(c) provides that the allo-
cation of rights in inventions resulting
from the contract shall be deferred until

- after an invention has been identified.

‘When the agency determines pursuant to
its regulations that a special sifuation
exists, parsgraphs (b) and () of the
clause prescribed in § 1-9.107-5(¢c) may
be modified so that the contractor retains
greater rights than a nonexclusive li-
cense.

(6) A short form Patent Rights clause

~In §1-9.107-6 (a) or (b) may be used by

the agency instead of the clause in § 1-9.-
107-5 (a) or (¢), respectively, where the
contract calls for basic or applied re-
search and the contractor is a nonprofit

organization for other than the operation:

of a Government-owned research or pro-
duction facility, These clauses are not
sppropriate for use where the agency
head determines that the contractor is
entitled to retentlon of greater rights
upon g finding that exceptionsal circum-
stances as provided for in § 1-9.107-3(a)
are present or where the contract falls
within the special situations criteria of
§ 1-90.107-3{(c). In either event, a Patent
Rights clause in § 1-9.107-5, appropri-
ately modified, shall be used.

(b)Y Record of decisions. Agencles shall
record the basis for the following ac-
tions: (1) Selection of a Patent Rights
clause; (2) finding of exceptional cir-
cumstances in §1-9.107-3(a) or of spe-
clal situations in § 1-8.107-3(c); (3) re-
tentlon of greater rights pursuant to
§ 1-9.109-6; and (4) determinations un-
der §§ 1-9.107-4 (c) and (D)

(c) License for the Government,
States, and municipal governments, The
policy set forth in § 1-9.107-3(h) (1) pro-
vides that the Government shall nor-
mally acquire a paid-up lHeense in any
inv~ntjon resulting from the contract for

§1-9.107-4

the Government, States, and municipal
governments, Paragraph (¢)(1) in the
Patent Rights clauses in § 1-9.107-5 sets
forth such a license. When the agency
determines that it would not be in the
public interest in a particular contract-
ing situation to acquire a license for the
Government of the scope in paragraph
(e) (1), this paragraph may be appro-
priately modified. The agency head or his
duly authorized designee may determine
at the time of contracting that it would
not be In the public interest to acgquire
such a license for States and municipal
governments or may reserve-the right to
make this determination after the in-
vention has been identified. When the
determination is made or the right to
make the determination is reserved, par-
agraph (e)(1) of the Patent Rights
clauses in- § 1-9.107-5 -shall be replaceid
with the appropriate paragraph in
§ 1-9.107-5(d),

“(d) Right to sublicense foreign gov-
ernments. Paragraph {(¢) of the Patent
Rights clauses in § 1-9.107-5 does not
provide the Government with the right
to grant a sublicense in any inventions
resulting from the contract to any for-
eign government pursuant to any treaty
or sgreement. The agency head or his
duly authorized designee may determine
at the time of coniracting that it would
be in the national interest to acquire
this right, or he may reserve the right
to make this determination after the
invention has been identified. When the
agency head makes or reserves the right
to make this determination, the appro-
priate sentence in $§ 1-9.107-5(e) shall
be included as part of paragraph (¢) in
the Patent Rights clauses of § 1-9.107-5.

(e) Minimum rights ito coniractor.
Paragraph (d) of the Patent Rights
clauses of § 1-9.107-5 specify the mini-
mum rights retained by the contractor
in inventions made in the course of or
under the contract. Where appropriate,
the agency may modify this Minimum
Rights provision, wherehy. the contrac-
tor reserves:

(1) A revocagble, nonexclusive, royalty -
free license in the inventions, in which
case paragraph (d) of §1-9.107-5(a})
shall he included in the Patent Rights
clauses in § 1-9.107-5; :

(2) A revocable, nonexclusive, roy-
alty-free license in the inventions only
upon request by the contractor for res-
ervation of such a license, in which case
paragraph (d)(1) of the Patent Rights
clauses in § 1-9.107-5 shall be replaced

451



$ 1-9.107-5

with paragraph (@) (1) in § 1-0.107-5
) ;

(3) An irrevocable, nonexclusive, roy-
alty-free license in the inventions, in
which case paragraph (d) of the Patent
Rights clauses in § 1-9.107-53 shall be
replaced with paragraph (d) in § I-9.-
107-5(g); or

(4) An irrevocable, nonexclusive, roy-
alty-free license In inventions construc-
tively reduced to practice prior to the
effective date of the contract, in which
case paragraph (@) (4) of § 1-9.107-5(h)
shall be added to the Patent Rights
clauses in § 1-9.107-5. .

(f) Subconiracts. (1) The policy ex-
pressed in § 1-9.107-3 is applicable to
prime contracts and to subcontracts re-
gardless of tier. The appropriate Patent
Rights clause prescribed by this subpart
shzall be included in all subcontracts hav-

ing as a purpose the conduct of experi-

mental, developmental, or research work.
In general, the Patent Rights clause in
the prime contract, with the exception
of the withholding provision, will be ap-
propriate for inclusion in such subcon-
tracts., Whenever the prime contractor
or'a subcontractor considers the inclu-
sion of the Patent Rights clause of the
prime contract in a subcontract to be
inconsistent with the polcy expressed in
§1-9.107-3, or a subcontractor refuses
to accept a Patent Righis clause in his
subeontract, the matter shall be referred
to the agency contracting officer for reso-
lation prior to the award of the sub-
confract. Upon such referral, the same
considerations and procedures followed
by the contracting officer in selecting the
Patent Rights clause included in the
prime contract shall be used in selecting
the Paient Rights clause to be included
in the subcontract. .

(2) Contractors shall not use their
ability to award subconiracts as eco-
nomic leverage to acquire rights for
themselves in the inventions resulting
from subcontracts.

(g) Publication of invention disclo-
sures, The Patent Righis clauses of
§1-9.107-5 and §31-9.107-8 specify in
paragraph {(e){(4) and (b)(2), respec-
tively, that the Governmeni may dupli-
cate and disclose invention disclosures
reported under the confract. However,
the publication of the information in
an invention disclosure by any party
before the filing of a patent application
may create a bar to the filing of foreign
patent applications. The agency may re-
strict the publication of such informa-

Tile 41—Public Contracts, Properly Management

tion by the contractor in order to pro-
tect the interests of the Government or
the contractor in obtaining forelgn pat-
ents by adding the paragraph prescribed
by § 1-.9.107-5(1) (2) as & consecutively-
numbered paragraph after pargraph (e)
(4) of the clauses of §1-9.107-5, and
after paragraph (b)(2) of the clauses
of § 1-9.107-6. Where the contractor has
been aunthorized to file foreign patent
applications, the agency may desire to
restrict its publication of the informa-
tion in the related invention disclosure -
in order to protect the filing of such

foreign applications by the contractor.

In this event, the sentence in § 1-8.107-5

(i) (1) should be added to paragraph (e)

(4) of the Patent Rights clauses in § 1-9.

107-5, and to paragraph (b)(2) of Patent
Rights clauses in § 1-9.107-8,

(h) Deviations. Any deparfures from
the. policy, procedures, and clauses of
this subpart shall he subject to the pro--
visions of § 1-1.009.

§ 1-9.107-5 Clauses for domesuc con-
wacts (long form).

(a) Patent Rights clause—-—-—Acquis:‘tion
by the Government. When the agency
has determined that a contract falls
within § 1-9.107-4(=) (2), the following
clause shall be included in the contract.

PATENTS RIGHTS—ACQUISITION EY THE
GOVERNMENT

{a) Definitions. (1) “Subject Invention"
means any invention or discovery of the
Contractor concelved or first actually reduced
to practice In the course of or under this
contract, and includes any art, method, proe-
ess, machine, manufacture, deslgn, or com-
position of matter, or sny new and useful
improvement thereof, or any variety of plant,
which is or may be patentable under the
Patent Laws of the Unlted States of America
or any forelgn country.

{2) “Contract” means any contract, agree-
ment, grant, or other arrangement, or sub-
contract entered Into with or for the benefit
of the Government where & purpose of the
gontract ls the conducet of experimental, de-
velopmental, or research work.” -

{3) “States and domestic municipal gov-
ernments” means the States of the United
States, the District of Columbia, Puerto Rico,
the Virgin Islands, American Samoa, Guam,
the Trust Territory of the Pacific Islands,
and any political subd.lvtsion and agencies
thereof.

(4) “Government agency” includes an ex-
ecutive depariment, independent commis-
sion, board, office, agency, administration,
authorlty, Government corporation, or other
Government establishment of the executive
branch of the Government of the United
States of Amerlca.
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(5) “To the point of practical application’
means to manufacture in the case of a com-
position or product, to practice 1n the case
of & process, or to operate in the case of a
meachine and under such condltions &s to
establish that the invention is being worked
and that its benefits are reasonably accessi-
ble to the public.

{b) Allocation of principal rights. (1) As-
signment to the Government. The Contracter
agrees to assign to the Government the en-
tire right, title, and interest throughout the
world in and to each Subject Invention, ex-
cept to the extent that rights are retained
by the Contractor under paragraphs (b}{2)

anid (d) of this clause.
Greater rights determinations. The
Contractor or the employee-inventor with

authorization of the Contractor may retain
greater rights than the nonexclusive license
provided in paragraph (d) of this clause
in secordance with the procedure and criterla
of 41 CFR 1-9.109-6. A request for determi-
nation whether the Contractor or the em-
Ployee-inventor is entitled to retain such
greater rights must be submitted to the
Contracting Officer at the time of the first
disclosure of the invention pursuant to para-
graph {e) (2) {1} of this clause, or not later
than 3 months thereafter, or such lonpger
period as may be authorized by the Contract-
ing Officer for good cause shown in writing
by the Contractor. The Information- to be
submitted for a greater righis determination
iE specified In 41 CFR 1-9.109-6. Each deter-
mination of greater rights under this con-
tract normally shall be subject to paragraph
(c) of this clause and to the reservations and
conditions deemed to be appropriate by the
agency. .o

(e¢) Minimum righis acquired by the Gor-
ernment. With respect to each Subject In-
vention to which the Contractor retains prin-
clipal or exclusive rights, the Contractor:

{1} Hereby grants to the Government a
nonexclusive, nontransferable, pald-up Ili-
cense to make, use, and sell each Subject In-
vention throughout the world by or on behalf
of the Government of the United States (in-
cluding any Government agency) and States
and domestic municipal governments;

(2) Agrees to grant to responsible appll-
cants, upon request of the Government, a li-
cense on terme that are reasonable under the
circumstances:

{1} Tnless the Contractor, his lcensee, or
his asslgnee demonstrates to the Government
that effective steps have been taken within
3 years after a patent issues on such inven-
tien to bring the invention to the point of
practical application, or that the invention
has been made avallable for licensing royalty-
Iree or on terms that are ressonable in the
circumstances, or can show cause why the
principal or exclusive rights should be re-
tained for a further period of time; or '

(i) To the extent that the Invention 15
required for public use by governmental reg~
ulations or as may be nécessary to fuliill pub-
lic health, safety or welfare needs, or for

§ 1-9.107-5

other public purposes stipulated In this
contract;

{3) Shall submit written reporte at rea-
sonable Intervels upon request of the Gov-
ernment during the term of the patent on
the Subject Invention regarding:

(1) The commercial use that s being made
or is intended to he made of the Invention;
and

(41) The steps taken by the Contractor or

his transferee to bring the inventlon to the ~ -

point of practical application or to make the
invention avalilable for licensing;

(4) Agrees to refund any amounts recelved
as royalty charges on any Subject Invention
in preocurements for or on behglf of the Gov-
ernment and to provide for that refund in
any instrument transferring rights to any

“party in the invention; and

{5) Agrees to provide for the Govern-
ment’s paid-up lcense pursuant to para-
graph (e){1) of this clause in any Instru-

ment transferring rights in & Subject.Inven~- .. ...

tion and to provide for the granting of 1t~
censes as required by (2) of thils clause, and

‘for the reporting of utilzation information

as reguired by paragraph (¢)(3) of this
clause whenever the instrument transfers
principal or exclusive rights in any Subject
Invention.

Nothing contained in this paragraph (¢)
shall be deemed to grant to the Government
ahy rights with respect to any invention
other than a Subject Invention. - .

(d) Minimum rights fo the Contractor. (1)
The Contractor reserves a revocable, nonex-
clusive, royalty-free license In each patent
application filed in any country on a Subject
Invention and any resulting patent in which
the Government acqulires title. The license
shall extend to the Contractor's domestlc
subgldiaries and affillates, 1f any, within the
corporate structure of which the Contractor
is a part and shall include the right to grant
sublicenses of the same scope to the extent
the Contractor was legally obligated to do so
at the time the contract was awarded. The
license shall be transferable only with ap-
proval of the agency except when transferred
to the successor of that part of the Contrac--
tor's business to which the invention pere
tains, . .

{2} The Coniractor’s nonexclusive domes-
tic license retalned pursuant to paragraph
{(d)}(1) of this clauge may be revoked or
modified by the agency to the extent neces-
sary to achleve expeditions practical applica-
tion of the Subject Invention under 41 CFR

101-4.103-3 pursuant to an application for

exclusive license submitted in accordance
with 41 CFR 101-4.104-3, This license shall
not be revoked in that field of use and/or
the geographical areas in which the Contrac-
tor has brought the invention to the polnt
of practical application and continues to
make the benefits of the invention reason-
ably accessible to the public. The Contrac-
tor's nonexclusive license In any foreign
country reserved purstant to paragraph
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(@) (1) of this clause may be revoked or mod-
iled at the Qiscretion of the agency to the
extent the Contractor or his domestic subsid-
faries or afiliates have falled to achieve the
practical application of the Invention in that
forelgn country.

(8) Betore modification or revocation of
the license, pursuant to paragraph (d) (2) of
this clause, the agency shall furnish the Con-
tractor & written notice of its intention t¢
modify or revoke the Ilcense, and the Con-
tractor shall be sllowed 30 days {(or such
longer period as may be authorized by the
agency for good cause shown In writing by
the Contractor) after the notice to show
cause why the license should not be modified
or révoked. The Contractor shall have the
right to appeal, In accordance with pro-
cedures prescribed by the ageney, any deci-
slon concerning the modiﬂcation Or revoca-
tlon of his license.

(e} Invention, identification, disclosures,
and reports. (1) The Contractor shall estab-

lish and msintaln active and effective pro- .

cedures to ensure that Subject Inventions
are promptly identified and timely disclosed.
These procedures shall include the maln-
tenance of laboratory notebooks or equiva«
lent records and any other records that are
reasonably necessary to document the con-
ception and/or the first actual reductlion to
practice of Subject Inventions, and records
which show that the procedures for 1dentify-
ing and disclosing the inventions are fol-
lowed. Upon request, the Contractor shall
furnish the Contracting Officer a description
of these precedures so that he may evaluate
and determine thelr effectiveness.

~—"(2) The Contractor shall furnish the Con-

tracting Officer:

(1) A complete technlcal disclosure for each
Subject Invention within 6 months after
conception or first actual reduction to prac-
tice whichever occurs first In the course of or
under the contract, but In any event prior
to any on Bale, publlec use, or publlcatlon of
such Invention known to the Contractor. The
disclosure shall identify the contract and in-
ventor and shall be sufficlently complets In
technical detall and appropriately Hlustrated
by sketch or dlagram to convey to one skilled
In the art to which the invention pertains a
clear understanding of the nature, purpose,
operation, and, to the extent known, the
physleal, chemical, biologleal, or electrical
characteristies of the tnvention;

(i1) Inter!m reports® at least every 12
months from the date of the contract listing
Subject Inventions for that petriod and certl-
Iying that: ]

{A) The Contractor’s procedures for iden-
tifying and disclosing Subject Inventlons as
required by this paragraph (e) have been
fol(l’owed throughout the reporting perlod;
an .

(B} All Subject Inventions have been dise
closed or that there are no such inventions;
and

1 Agency may specify form.
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(1i1) A final report! within 3 months after
compietion of the contract work, lsting all
Subject Inventions or certifying that there
were no such inventions. -

(3) The Contractor shall obtaln patent
agreements to efectuate the provislons of
this clause from all persons in his employ
who perform any part of the work under this
contract except nontechnical personnsl, such
as clerical employees and manual laborers,

(4) The Contractor agrees that the Gov-
ernment may duplicate and disclose Subject
Invention disclosures and all other reports
and papers furnished or required to be fur-
nished pursuant to this ¢lause.

{f) Forfeiture of rights in unreporied Subd-
ject Inventions. (1) The Contractor shall for-
feit to the Government all rights in any
Subject Inventlon which he falls to disclose
to the Contracting Officer within 6 months
after the time he:

(1) Files or causes to be filled a United
Btates or forelgn aspplication thereon; or

{11) Submits the final report required by
paragraph (e} (2) (1il) of this clause, which-
ever Is later.

(2) However, the Coniractor shall not for-
feit rights fn a Subject Invention if, within
the time specified In (1) (i) or (1)(ii} of
thie paragraph (1), the Contractor:

(1) Prepared a wriiten declsion hased upon
& review of the record that the Invention
was neither conceived nor first actually re-
duced to practice In the course of or under
the contract; or

{11) Contending that the invention is not
a Bubject Inventlon, he nevertheless dis-
closes-the Invention and -all facts pertinent
to his contention to the Contracting Officer;
or -
(1) Establishes that the failure o dis-
close .did not result from his fault or
negligence.

(3) Pending written assignment of the
patent applications and patents on a Sub-
Ject Inventlon determined by the Contracting
Officer to be forfelted (such determination
to be & final decislon under the Disputes
Clsuse), the Contractor shall be deemed to
hold the invention snd the patent applica-
tlons and patents pertalning thereto in frust
for the Government. The forfeiture provision -
of this paragraph (f) shall be In sddition to
and shall not supersede other rights and
remedles which the Government mey have
with respect {0 Subject Inventions. 3

(g} Examination of records relating to
inventions. (1) The Contracting Officer or
his authorized representative until the ex-
piration of 3 years after final payment under
this contract shall have the right to examine
any beoks (Including laboratory notebooks),
records, documents, and cther supporting
data of the Contractor which the Contract-
ing Officer ressonably deems pertinent to
the discovery or identification of Subject
Inventions to determine  compliance with
the reguirements of this clause.

(2) The Contracting Officer shall have the
right to review all books (including labora-
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tory notebooks), records and documents of
the Contractor relating to the conception or
first actual reduction to practice of inven-
tions in the same field of technology as the
work under this contract to determine
whether any such Inventions are Subjlect
Inventions if the Contractor refuses or falls
to:

{1) Establish the procedures of paragraph
{e) (1) of this clause; or

{i1) Maintain and follow such procedures;
or

(i{1) Correct or ellmingte any material
deficlency in the procedures within thirty
(30) days after the Coniracting Officer notl-
fies the Contractor of such a deficlency,

(h) Withholding of payment (Not appli-
cable to Subeconirgets). (1) Any time hefore
fing]l payment of the amount of this con-
tract, the Contracting Officer may, Iif he
deems such action warranted, withhold pay-
ment until a reserve not exceeding $50,000
or 5§ percent of the amount of this contract,
whichever is less, shall have been set aside
if in his opinion the Contractor fails to:

(1} Establish, malntaln, end follow effec-
tive procedures for ldentifying and disclos-
ing Subject Inventions pursuant to para~
graph (e} (1) of this clause; or

(it) Disclose any Subject Invention pur~

suant to paragraph (e) (2) (1) of this clause;
or

(1i1) Deliver acceptable interim reports
pursuant to pa.ra.gra.ph (e} (2){il) of this
clause; or

(iv) Provide t.he informatlon regarding
subcontracis pursuant to paragraph (1} {(5) of
this clause.

The reserve or bglance shall be withheld
until the Contracting Officer has determined
that the Contractor has rectified whatever
deficlencles exist and has dellvered all re-
ports, disclosures, and other in:tormation re-
gulred by this elausa,

(2) Final payment under thizs contract
shall not be made before the Contractor de-
livers to the Coniracting Officer all disclo-
sures of Subjeot Inventlons required by
paragraph (e) (2) (1) of this clause, and an
acceptable final report pursuant to (e) (2)
(111) of this clause.

(3) The Contracting Officer may, In his
discretlon, decrease or Increase the sums
withheld up to the maximum suthorized
above. If the Contractor Is a nonprofit or-
ganization the maximum amount thet may
be withheld under this paragraph shsll not
exceed 350,000 or 1 percent of the amount of
this contract whichever Is Iess. No amount
shall be' withheld under this paragraph while
the amount specifled by this parsgraph s
being withheld under other provisions of the
contract. The withholding of any amount
or subsequent payment thereol shall not be
construed as a walver of any rights accruilng
to the Government under this confract.

{1} Subcontracts. (1) For the purpose of
this paragraph the ferm “Contractor”
means the party awarding s subcontract and
the term *“Subcontractor” means the party
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belng awarded a subcontract, regardless of
ter.

(2) Unless otherwise authorized or di-
rected by the Government Contracting
Officer, the Contractor shall Include this
Patent Rights clause modified to ldentify the
parties in any subcontract hereunder if &
purpose of the subcontract is the conduct of
experimental, developmental, or research
work. In the event of refusal by a Subcon-
tractor to saccept thls clause, or if In the
opinion of the Contractor this clause is 1o~
consistent with the policy set forth in 41
CFR 1-9.107-3, the Contractor:

{1) 8hall promptly submit a written
notice to the Government Contracting Officer
setting forth reasons for the S8ubcontractor's
refusal and other. pertinent Information
whick may expedite disposition of the
matter; and

(1) 8hall not proceed with the subcon-
tract without the written authorization of
the Government Contracting Officer.

{3) The Contractor shall not, in any sub-
contract or by using a subcontract as con-
sideration therefor, acquire any rights in his
Subcontractor'’s Subject Invention for his
own use {as distinguished from such rights
as may be required solely to fulfill his con-
tract obligations to the Government In the
performance of this contract) .

(4) All Invention disclosures, reports, In-
struments, and other information required
to be furnished by the Subcontractor to the
Government Contracting Officer under the
provisions of a Patent Rights clause in any
subconiract hereunder may, in the discretion
of the Government Contracting Officer, be
furnished to the Contractor for iransmission
to the Government Coniracting Officer.

() The Contractor shall promptly hotify
the Government Contracting Officer In writ-
ing upon the award of any subcontract con-
talning a Patent Rights clause by identifying
the Subcontractor, the work to be per-
formed under the subcontract, and the dates
of award and estimated completion. Upon
request of the Government Contracting
Officer, the Contractor shall furnish a copy
of the subcontract. If there are no subcon-
tracts contalning. Patent Rights Clauses, a
negative report shall be included in the final
report submitted pursuant to paragraph (e)
{2) (1i1) of this clause,

(6) The Contractor shall identify all Sub-
Ject Inventions of the Subcontractor of
which he acqulres knowledge in the per-
formance of this contract and shall notily-
the QGovernment Coniracting  Officer
promptly upon the Identification of the
inventions.

{7) It Is understood that the Government
Is a third party beneficlary of any subcon-
tract clause granting rights to the Govern-
ment in Subject Inventions, and the Con-
tractor hereby assigns to the Government all
rights that he would have to enforce
the Subcontractor’s oblgations for the bene~
it of the Government with respect to Sub-
ject Inventions. The Contractor shall not

-~
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be obligated to enforce the agreements of the Government) and such other papers as
any Subcontractor hereunder relating to the are deemed necessary to vest In the Govern-
obligations of the SBubcontractor to the Qo ment the entire right, title, and interest to
eérnment in regard to Subject Inventions. enable the Government to apply for and
. rosecute patent applications covering the
(b) Patent Rights clause—Retention invention I]J_n this or the foreign cogntry,
by the Contractor. When the agency has / respectively, or otherwise establish iis own-
termined that a contract falls within  ership of the invention,
§1-9.107-4(a) (3), the Patent Rights (J) Filing of domestic palent applications,
clause In gykgmm) shall be in- (1) With respect to each Subject Invention

cluded in tiTe contract, except that the in which the Contractor elects to retain do-
mestie rights pursuant to paragraph (b} of
name of the clause shall be changed to this clause, the Contractor shall have a do-

“Patent Rights—Retention by the Con- mestie

2 . patent application filed withiln 6
tractor”, paragraph (b) of that clalse yontns after submission of the inventlon
shall be repla.ced by the following para- disclosure pursuant to paragraph(e)(2) (i)
graph (b), and the following paragraphs of this clatse or such longer pertod 2s may
{j) and (k) shall be added: - be approved by the Contracting Officer for

- 3 gocd cause shown in writing by the Con-
(b) Allocatton of principal rights. (1) The ¢ S0 g respect to the invention,-the

Contractor may retain the entire right, title,

and Interest throughout the werld or in any g‘;ﬁfg?gm&;:léfﬁ? é’:gmggtggt ?;eﬂgo :;;

country thereof in and to each Subject In- b o

vention disclosed pursuant to paragraph {e) {2) For each Subject Invention on which s

(2) (1) of this clause, subject to the rights £ " o0 Crion fa fited by or on behalf

obtained by the Government In paragraph /o the Contractor, the Contractor shall:

{e) of this clause. The Contractor shall in- (1) Within 2 months after the flling or
ude with each Subject Inventlon disclosure L/ 2 months after submisslan of the

23::1?:%?1; af;ltti?a v;g?ithigf;e?:sﬁ trI::a ::v:ﬁf inventlon disclosure if thé patent applica-

tion throug.hout * the world or any country tion previously has been flleq, deliver to the

thereof. Contracting Officer & copy of the application
(2) Subject to the Hcense specified in para- :J;lga;_mcludlng f,he filing date and serial

graph (d) of this clause, the Contractor “y\"r' 146 the following statement in the

agrees to convey to the Government, upon
request, the entire domestic right, title, and :;‘;"lfc‘itl:g:fg;:gh :g;’rﬁ:ﬁ;g&mﬁggfﬁé °£nth:

iélgext'est é“ any Subject Invention when the g 100t Trvention, “The Government has
ntractor: y
(1) Does not elect under paragraph {b) (1) ;Tights n thls((i)x;vgz:::;nlgglrsuant to (;c;vz::;c;
of this clause to retaln such rights; or . by'(I_d_;;n-.{f_y the agency) e T ) ©
() Falls to have a United States patent (1t1) Within 6 months after filing the ap-
application flled on the invention in accord- plication or within 6 months arterg submipt-
Sfffde?;%tptfﬁrgﬁgugLrﬁieﬁgoglﬁs:hg ting the invention disclosure if the applica-
application; or tlon has been flled previously, dellver to the
Contracting Officer a duly executed and ap-
ta l{nlzl?itl‘:.t any time, no Ionger desires to re- proved instrument on & form specified by tll're
(8) ‘Subfect to the lsense specified In para- overtment :‘ﬂégv‘;gﬁgg:t?:yeg‘ﬂﬁédﬁgﬂfg
Eg’:le’es ég)cocgve;higo céﬁgsféogrinf:ﬁrﬁc?g provide the agency an irrevocable power to
P inspect and make coples of the patent ap-
request the entire right, title, and interest pleation flled;
aony Bubject Invention In any forelgn ™) pivige the Contracting Officer with
couintrgair e Contractor: ; a copy of the patent within 2 months after
(1) Does not elect under paragraph (D)(1) 5 patent 1s issued on the application: and
gr thti:rclause to retaln such rights in the (v) Not less than 30 days before the ex-
ountry; or ‘ "
; { gx) Falls to have a patent application flled fll;gt;zguﬁectlhgyr?h%o;zzeg?gdrg‘ia?i’;ym ::1;
nl:nce ;;’&“’;g;;‘;pg‘e&?vg’;tg’;s igla?s?rg; Office, notify the agency of any declislon not
dectdes not to continue prosecution or to pay fo continue prosscution of the spplication
end dellver to the agency executed instrue

any maintenance fees covering the Invention.
To avoid forfelfure of the patent application mments granting the Government & power of

or patent, the Contractor shall notify the BSLOrDeY. '
Contracting Officer mot less than Goyda.ys {8) For each Subject Invention in which
before the expiration period for sny action e Contractor Initially elects not to retain
required by the foreigh patent office. . prinelpal domestic rights, the Contractor
(4) A conveyance requested pursuant to Shall inform the Confracting Officer prompt~
paragraph (b)(2) or (8) of this clause shall' 1y in writing of the date and identity of any
be made by delivering to the Contracting Ofi- on sale, pubMc use, or publicatlon of the
cer duly e:fecuted Instruments (prepared by invention which may constitute a statutory
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-~ penses),” utilities, taxes, property insur-

ance, etc., after settlement date or lease
date of new permanent residence; and

“{8) Continuing mortgage principa)
and interest payments on residence
being sold.

th) Subject o paragraphs (¢) and (D
of this § 1-15.205-25, relocation costs of
the type covered in paragraph (a) (1),
(2), (3), (), and (T of this § 1-15.205-25
are allowable, provided:

(1) The move is for the benefit of the
amployer;

(2) Reimbursement is in accordance
with an established policy or practice
consistently followed by the employer.
and such policy or practice is designed to
motivate employees to relocate promptls
and economically;

(3) The costs are not otherwise unal-
lowable under the provisions of § 1-
15.205-33 or any other provision of this
Subpert 1-15.2 (see § 1-15.107 as related
to large scale contractor relocation):
and ‘

(4) Amounts to he reimbursed shall
not exceed the employee’s actual (or rea-
sonably estimated) expenses.

(¢) Costs otherwise allowable under
paragraph (b) of this § 1-15.205-25 are
subject to the following additional
provisions:

(1) The transition period for incur-
rence ¢f costs of the type covered in
paragraph (&) (2) of this § 1-15.205-25
ghell be kept to the minimum number
of days necessary under the circum-
stences, but shall not, In any event, ex-
ceed a cumulative total of 30 days in-
cluding advance trip time;

(2) Allowance for the combined total
of costs of the type covered in para-
graph {a) (3) and (1) of this § 1-15.205-
25 shall not exceed 8 percent of the sa.les
price of the property sold;

- (3) Cost of canceling an unexpired
lease under paragraph (a)(4) of this
§ 1-15.205-25 shal! not exceed three
times the monthly rental; and

(4) Costs of the type covered in para-
graph (a) (3), (4), and (7) of this
$ 1~15.205-25 are allowable only in con-
nection with the relocation of existing
employees, and are not allowable for
newly recruited employees.

(d) Costs of the type covered in para-
graph (&) (5), (6), and (8) of this
§ 1-15.205-25 are not allowable,

(e} Payments for employee income
taxes incident to reimbursed relocation
costs are not allowable,

allocable direct or indirect cost and the
newly hired employee resigns for rea-
sons within his control within 12 months
after hire, the contractor shall be re-
quired to refund or credit such reloca-
tion costs to the Government.

[34 F.R. 18165, Nov. 13, 195601

§ 1-15.205-26 Patent costs.

(&) Costs of (1) preparing disclosures,
reports, and other do¢uments reguired
by the contract and of searching the art
to the extent necessary to make such in-
vention disclosures, (2) preparing docu-
ments and any other patent costs, in
connection with the filing and prosecu-
tion of a United States patent applica-
tion where title or royalty free license is
required by the Government contract to
be conveyed to the Government, ang (3)
general counseling services relating to
patent matters, such as advice on patent
laws, regulations, clauses, and em-

ployee agreements, are allowable (see

§ 1-15.2056-31).

(b} Costs of preparing disclosures, re-
ports and other documents and of search-
ing the art {o the extent necessary to
make invention disclosures, if not re-
quired by the coniract, are unallowable,
Costs in connection with (1) filing and
prosecuting any foreign patent appli-
cation, or (2) any United States patent
application with respect to which the
contract does not require conveying title
or 2 royalty free Heense to the Govern-
ment, are unallowable, (Also see §1-
15.205-36.)

[34 FR 18165, Nov. 13, 1969, as amended at
40 FR 14915, Apr, 3, 1975]

§ 1-15.205-27 Pension plans.
(See § 1-15.205-8.)
§ 1-15.205-28 Plant protection costs.

Costs of items such as (a) wages, uni-
forms, and equipment of personnel en-
gaged in plant protection, () deprecia-
tion on plant protection capital assets,
and (¢) necessary expenses to comply
with security requirements, are allowable.
§ 1-15.205-29 Plant reconversion costs.

Plant reconversion costs are those in-
curred in the restoration or rehabilita-
tion of the contractor’s facilities to ap-
proximately the same condition existing
immediately prior to the commencement
of the contract work, fair wear and tear
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other items incidental to such meetings
or conferences.

§1-15.309-22 Patent cosis.

Costs of preparing disclosures, reports,
and other documents required by the
research agreement and of searching the
art to the extent necessary to make such
invention disclosures, are allowable. In
accordance with the clauses of the re-
search agreement relating to patents,
costs of preparing decuments and any
other patent costs, in connection with the
filing of a patent application where title
is conveyed to the Government, are
pllowable. (See also § 1~15.309—33).

§ 1~15.309-23 Pension plan costs,

Costs of the institution’s pension plan
which are incurred in accordsnce with
the established policies of the institution
are allowable, provided such policies meet
the test of reasonableness and the
methods of cost allocation are not dis-
criminatory, and provided appropriate
adjustments are made for credits or
gains arising out of normal and ab-
normal employees furnover or any other
contingencies that can result in forfeit-
ures by employees which inure to the
benefit of the institution.

§1-15.309-24 Plant security costs,
Necessary expenses incurred to comply

with government security regquirements

Including wages, uniforms and equip-
ment of personnel engaged in plant
protection, are allowable,

§ 1-15.309-25 Preresearch agreement
costs,

Costs incurred prior to the effective
date of the research agreement, whether
or not they would have been allowable
thereunder if incurred after such date,
are unallowable unless specifically set
forth and identified in the . resear
agreement. :

§ 1~15.309-26 Professional servicea
cOosts. .

(n) Costs of professional services
rendered by the members of a particular
profession who are not employees of the
Institution are allowable, subject to para-
graphs (b} and (¢) of this section, when
reascnable in relation fo the servieces
rendered and when not contingent upon
recovery of the costs from the Govern-
ment. Retainer- fees fo be allowable
must be reasonably supported by
evidence of services rendered.

582

(b) Factors to be considered in de-
termining the allowability of costs in &
particular case include (1) the past pat-
tern of such costs, particularly in the 3
years prior to the award of Government 3
research agreements; (2) the impact of
Government research agreements on the
institution's totai activity; {(3) the nature
and scope of managerial services ex-
pected of the institution’s own organiza~
tions; and (4) whether the proportion of
Government work to the institution’s
total activity is such as to infiuence the
institution in favor of incurring the cost,
particularly where the services rendered
are not of a continuing nhature and
have little relationship to work under
Government research agreements,

(¢} Costs of legal, accounting, and
consulting services, and related costs,
incurred in connection with organization . g
and reorganization or the prosecution of “§
claims against the Government, are un- |
allowable. Costs of legal, accounting and
consulting services, and related costs, in-
curred in connection with patent In.
fringement litigation, are unallowable B
unless otherwise provided for in the -
research agreement.

§ 1-15.309-27 Profits and losses on dis.
position of plant, equipment, or other’
" capital assets. .
Profits or losses of any nature arising %
from the. sale or. exchange of plant §°
equipment, or other capital assets, in- =
cluding sale or exchange of either short~
or long-term invesiments, shall not he
considered in computing research agree- &
ment costs.
[38 FR 4758, Feb. 22, 1973]

§ 1-15.309—28 Proposal costs.

Proposal costs are the costs of prepars: "
ing bids or proposals on potential Gov-
ernment and non-Government research:
agreements or projects, Including the
development of engineering data and
cost data necessary to support the in
stitution’s bids or proposals. Proposal
costs of the current accounting pertod
of both successful and unsuccessful bids
and proposals normally should be treated
as Indirect costs and allocated currently
to all activities of the institution, and no
proposal costs of past accounting periods
will be allocable in the current pericd ¥
the Government research agreement
However, the institution's established
practices may be to treat proposal cosid
by some other recognized method. Re-
gardless of the method used, the resulis






